"IN THE UNITED STATES DISTRICT COURT -
~ FOR THE NORTHERN DISTRICT OF ILLINOIS.
L © EASTERN DIVISION |

THE UNIVERSITY OF ILLINOIS FOUNDATION

Plalntlff and )
- - Counterclaim Defendant,""

'}?v,_ CIVIL ACTIOV

BLONDER TONGUE LABORATORIES INc;; No. 66 c 567T'

Defendant and
Ceuntetclalmant

)
)
)
)
)
)
b
Y
3
)
)
)
JFD ELECTRONICS CORPORATION %
)

Counterclalm Defendant.._'

) ﬁPLAINTIPF's REPLY TO'DEFENDANT'Sf_
- MEMORANDUM .IN OPPOSITION TO ITS SR
MOTION FOR JUDGMENT AFTER REMAND -

Defendant opposes plaintiff's motion fer'judg-
ment after remand on two groundsi it is;said_tolbe (1) -

untimely and (ZJIUnwarranted on the merits.

A THE TIMELTNESS OF THE MOTION

| - Plalntlff is not v1olat1ng the Supreme Court s
mandate, as defendant aroues.:-It 1s attemptlng to follow it.
The Supreme Court said that on remand defendant

- should be permitted to amend its,pleadinge'tq-assert-the”

affirmative defense of estoppel. Defendant has aought :




l-leave:to'soeamend'its3An5wer'and7plaintiff?has‘not 6pp05edf'f' |
""*_that amendment k- Presumably, 1t w111 be entered as a matter;.

~of course, at 1east as agalnst plalntlffL

o The Supreme Court sald that on" remand plalntlff
must be permltted to amend 1ts pleadlngs and to- supplement

the record with any ev1dence show1ng why - an estoppel should

- not be 1mposed By its motlon for Judgment after remand

plalntlff has supplemented the record w1th the addltlonal

ev1dence it de51res to put before the Court It has~not

'sought to.amend its pleadlngs, 51nce the plea of collateral
-_-estoppel being properly ralsed in the Answer as -an afflrmatlve

’ ~defense, does not requlre a respon51ve pleadlng L Indeed under

Rule 7(a) F.R. C P no respon51ve pleadlng is permltted to
defendant s second amended Answer .
The Supreme Court sald that if necessary, defendant

may supplement the record.- Defendant has,indicated no desire

:to supplement the record

It is thus apparent that the steps called for on
remand'by the Supreme Court havefbeen aocompllshed:and that
plaintiff's motion for.judgment-after’remand-is ripesfor"

decision.

*Plaintiff has opposed the filing of an amended counter-
claim, however, since the counterclaim has nothing to do-
 with estoppel It is therefore unnecessary, redundant,
~and beyond the scope of the Supreme Court's remand to
- reopen pleadings on the issues raised therein: issues
which have already been ruled upon. - '




B '.' '_ T.He | MER_I'TS‘ OF -m* .M;OT N

Defendant acknowledges that its plea of estoppel
: is not an‘unassallable defense and that 1t has the burden S
of showlng the issues here are. ‘identical w1th those finally
Adec1ded agalnst plalntlff in- prev1ous 11t1gatlon ’ It argues,:.
" however, that plalntlff‘s reasons for denylng estoppel are
' unsound Defendant says ‘that the Iowa Court and its Court

of Appeals "purported" to employ the standards announced in.

o Graham:v. John Deere Co,,;383-UrS 1 (1966), that those courts

did not_"wh011y” fail'to‘grasplthe techn1ca1 subject matter‘i
'of the 1nvent10n, and that no other factor relled upon by
plalntlff can be con51dered on’ remand Plalntlff's.reply j.
follows: | | _ . _" . -
',1;- Defendant has not dlscharged 1t5 burden of‘

show1ng either the 1dent1ty of 1ssues or their prior flnal
adjudication. As set out 1n;Pr0posed Frndlng 2, the valldf
'ity of claims.ﬁ, 7, and.s ofdthe fsbeli patent.here in‘suit _:
was not in issue in Iowa. Slnce theseﬁclalms were not. in.
1ssue, they could not have been passed upon by the Iowa
- Court or the Eighth C1rcu1t Further, as set out at pages

' 11 to 12 of plalntlff's memorandum, there was no prlor final |
adverse adJudlcatlon of any 1ssue tried by,thls.Court in
'dDecember; 1967-and'decideddin June, 1968. Theseofactors-n
properly-maf.be considered'by the Court in its determination

“of whether to allow orldeny_the'defense-of estoppel. .




The Iowa Court and 1ts Court of Appeals dld

hnot employ the standards for determlnlng obvrousness announcedﬂ,_3*

'by the Supreme Court in Graham v..John Deere Co.;_383 U.S.

.(1966) and U.S. v. Adams 383 U 5. .39 (1966) : If this Court f'

and the Seventh Circuit had not so found they would not have .

C'reached the dec151ons they d1d Undoubtedly the Iowa Court

| and the ‘Eighth C1rcu1t belleved they were applylng the'"d
correct standards and, in. that sense,_"purported" to follow
' Graham- As set out at paces 9 to ‘11 of plalntlff's memoran-
- dum, however, it 1s clear from the op1n1ons of thls Court -
and the Seventh Circuit that they d1d not do so in fact *
The Iowa Court and 1ts Court of Appeals wholly

fa11ed to grasP the technlcal subject matter of the 1nventlon

- as set out at paces 9 to 11 of plalntlff's memorandum The.

. word "wholly" as used'by ‘the Supreme Court at 28 L. Ed. -2d 802

does not apply only to instances of confessed and total lack
of comprehen51on as’ defendant argues It also permlts of a

crltlcal mlscomprehen51on of the subject matter, Wthh was'

the case in Iowa.**

4 The Supreme Court did notﬁpreolude any.factors'

*Certalnly we must presume that the Suoreme Court _
used the words, "purported to employ" (28 L.Ed. 2d
788, 802) in the sense of employing in substance,

. not in the sense of merely professing to employ.

#%In this context, the proper meaning of "wholly" is
. whether, on the whole, the Court failed to grasp the
techn1ca1 subject matter.




ffrom thls Court's con51derat10n, on remand, 1n determlnlng

"gfwhether td 1mpose an estoppel The Supreme Court d1d not

'_pass upon the partles' arvuments w1th respect to the appro?-f
,pprlateness of estoppel in thls case because 1t determlned |
that the proper forum for the resolut1on of the 1ssue ‘was .’
1n the-D15tr1ct-Court.wheree ”In the end dec151on w111
| 'necessarlly rest on the tr1a1 court s sense of Justlce andhhr
'_pequlty " (28 L Ed 2d 788 80 812) ThlS dec151on was" 1n7p
 the best 1nterests of jUSthe and Jud1c1al economy, 31nce.'
the. Supreme Court could not be expected to have as detalled
a knowledge of the varlous factors to be con51dered as would

| the trlal-court.*

”coNCLUSIoN""

Defendant has not establlshed that thls is a
proper case for a plea of collateral estoppel Nelther has

it effectlvely challenged plalntlff s statement of reasons

"'why-estoppel should not be 1mposed in thls case The 1ssue

is rlpe and fully brlefed by the partles in 1nterest. "

:Therefore, plalntlff respectfully requests that the Court .

 %*The wisdom of this decision.is evidenced, e.g.

at 28 L.Ed. 2d 788, 791 where the Supreme Court
‘erroneously states that the first. 1nfr1ngement '
'su1t was. the one brought in Iowa. L




a

take thlS motlon under adv1sement, pursuant to Local Rule F

13 and enter ]udgment for plalntlff
| TR - ResPectfully subm1tted
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Charles J. Merriam
'.-W1111am A. Marshall _
_Counsel for Plaintiff. S
v Two First National Plaza_;,'
~:Suite 2100 - R
" Chicago, Illinois- 60670 e
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'Daféd--._ '-'Ju?1y 27, 1971
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CERriﬁléAréfop'SﬁRvicE .
| T hereby certlfy that one copy of the foreg01ngt 8
:uePlalntlff s Reply. to Defendant s Memorandum 1n Opp051t10n:
?to its Motlon for Judgment after Remand was . forwarded by d
'no;dflrst class ma11 thls 27th day of July, 1971 to each of
d:dthe f0110w1ncr ‘ ‘ | o
;Attorneys for Blonder Tongue Laboratorles, Inc... |
" HOFGREN, WEGNER, ALLEN, STELLMAN § wcconn}ffd‘
o 20 North Wacker Drive - S
. Chicago, I111n01s _60606
;(312) 346- 1630 -
: Atforneye for JFD Electronlcs Corporatlon.'fdf”
“ SILVERMAN § CASS |

105 West Adams Street - .
Chicago, Illinois 60603

o (312) 726-6006 “__=f;_[','t ; f]j'o;._£“'--f o
FC;-A3 ﬁnr 0 ' ;;;_ﬂ.'"'
A torney for Plalntlff L






