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IN: THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS .
EASTERN DIVISION
THE. UYIVLRSITY OF ILLINOIS FOUNDATION,

Plaintlff and
Counterclalm Defendant,

. —:V ﬁ.
' BLONDER-TONGUE LABORATORIES, INC., Civil Action .

Defendant and No. 66 C 567
Counterclaimant, S S
JFD ELECTRONICS CORPORATION,

Counterclalm Defendant.

DEFENDANT'S. RLPLY BRIEF :
TO" PLAINTIFF'S BRIEF AFTER TRIAL

INTRODUCTION -

In this brief, defendant, Blonder-Tongue Laboratories,

Inc. (referred“tq'as "BT*), supports ite defenses of-iﬁValiéity,

'naninfxi&gemenﬁ‘and_ﬁneﬁforceability*and replies‘t@~the brief

-aftar:triai_of the plaintiff, Thé'dniveféity'of I1linois
Foundation (referred to as the "Foundation“) relating to the -
alleged 1nfr1ngement by BT of the Foundatlon Isbell patent |
(3 210 767) and Mayes and Carrel patent (Relssue 25 740)

At the outset, however, it is desxred to p01nt out

‘that there is pending defendant’s motion to dismiss the complaint’




for failure to prove a. prlma fa01e case, whlch motlon this

Court stated (T 275) it would dec1de after "the close of all

" the evxdence“

~ Defendant's Motion To Dismiss

" In support-of the'motion;'it was poiﬁted'out'(f.255é 

: 275) that nelther the Court nor defendant was apprlsed in: the
- 80 called prlma facie proofs, of a 31ngle clalm of elther

_patent that was alleged tc have bean lnfrlngea, that the Court_

was~not:supplled with any techn1ca1 exgianatlon of-the ‘meaning

. of much of the hlghly SClentlflc termlnqlogy used in tha patw

ents and in the clalms,'and that, apart from a generallyatlon

‘;or ultlmate-concluSLGn.ofiMr. Haxrls-that_strug@uxal‘elements--'

of the patents (not the actual elements of the_ciaims)‘existedg-
in-BTWS'anﬁennas, no testimdny'cr éxplanation-6ffthe unﬁérlying

facts nédessary to ghow infringamént_of'the-claigs;was pre-

_sented.'

It has long been establlshed that:n hlghly scxen—

tlflc cases ‘the Courts are not required to engage in guesswork

_or to try to decxpher technlcal languaqe for themselves- and -

certalnly not to guess as £o what claims.might or mlght not

 be asserted as infringed.

Thls very Court has ably summarlzed the test of o

proof of 1nfr1ngement 1n Brlggs Ve Mg J Dlesel Locomotlve




Filtexr Coxp., 228 F. Supp. 26, 48-9, aff'd. 343 F.2d 573,

cert, denied 383 U.S. 801:
"It is well settled that in proving
infringement, it must be established
: _ that the words of the claims find a
. response in the accused device, and
also that a real ide ntlty axists
with reqard to. .means, operation, and |
‘result. Independent Preumatic Tool _ : '
Co. v. Chicago Pneumatic Tcol Co.,
194 ¥.24 945, 947 (7th Cir. 19252)."

‘But plaintiff's prima facic case containea nce such
establishment “that the words" of any "claims find a response
in the accused device™, |

It is not until the pvlaintiff's brief aftér-trial :
{p. 22 ~34}) that for ‘the flrst time allegcdlv 1nfr1ngea claims
are zduntlflea, and thcre is any purvorted ohowz.ng that the
"words of=the clalms find a response in the accused device".

But failure to prove a prima facie case cannot be
curéd by a brief after trial, and such brief cannot be used
to establish underlying facts or evidence. Nor can the brief

be used to,rectify the failure of plaintiff to-groduce a

~record that e: xplains the meanlng of tcchnlcal "woraﬂ cf the

claims®, particularly in a case such as this, involving

". .+ .& highly technical field. of
theoretical electronics far beyond
- the common knowledge of any layman
uneducated in this area." Becker
v. Webcor, Inc., 289 F.2d4, 357, 360;

and where, as stated by the Court of Appéals for the'7th Cir-

- cuit in. Technograph Printed Circuits v._Methode:Electronics,'Inc,}




356 F.2d 442, 448 (1966)

Ma e .tne patents in sult. . sare of
such technical nature as to’ escape our
*understandlng.. They.-may 'speak for
-~ themselves' but we feel the need jof
. expeért Lranslation and 1nterpretat1©n,
- screened for.us by appearance and .
‘ -demonstratlon before a trlal court;“

a The nececsaryw_axpezt t?aﬂﬁlatlan and.;nt ;p;etatlcn
‘and “demonstratlon“ as h= 1 frlngemcn jﬁf:ﬂ _ ;ékihgTiny

‘ pla1nt1ff s-przma.facme-éase. | | __.
Slnce tne burden of raof of lnfrlngement rests w1th

'“plaintlff cnd it dld not make a prlma facle show1ng, defendant 8

-_~‘motlon to dlsmlss as to both patentc should be granted.-

.'.{.,

'INVALIDITY OF THE ISBELL PATENT

The Isbell paten#iin;suit'i$ invalid}£Qﬁ the follow-
ing reasons: o

1. The clalmed 1nvent10n is obv10us 1n
view of the prior art* cited by Judge
Stephenson in University of Illinois
Foundation v. Winegard Lompany, 271
F. Supp 412, 35 UsCc 103.

2. Thé‘claime&kxnventlon is anticipatead
by the prior-patent to Dulamel et al,
. 3,079,602 {D. EX. 14) not before Judge
‘Stepnenson. 35 USC l02a, e.

* Katzin -~ 2,192,532 (D. Ex. 3); (Koomans 1,964,189; Winegard.
2,700,105; and White 2,105,562 are cumulative, 271 F. Supp.
417 Col. 1); Logarluhmlcally Perlodlc Antenna Designs, by
R. - H DuHamel and ¥. R. Ore (D. Lx._ﬁ) Channel Master Antenna
"K. O.“ Modcl 1023 (D. Eg.'d) e : R




3. The patent is 1nva11a by reason of

' publicatlon of the alleged invention
in Quarterly Report No. 2 (D. Ex. 8)
more than one year before Isbell's
flling date. 35 usc 102b.

4. The claimed invention is anticipated
by the Channel Master "K.O0." antenna
{D. Ex. 4). 35°'USC 162a, b.

1. Obviousness in view of the prior art of Katzin, DuHamel,
etc., clited by Judge aternenson ln Unlverslty of Illanls
: v. Wlneqard _ B _

Every majox flndlng of fact of Judge Stephenson as to—

~the. katz;n patent 2 192,532 (D. Ex. 3), DuHamal and Ore artlcle;
rLogarxthmlcally Perlodlc Antenna Des;gn (D. Dx. 6) and “K 0 "

"antenna (D. Ex. 4) was admltted to be correct: by the Founda—':”

tlon s own w1tness, Mr. Harrls-
katz;n - T. 168~174 -
buHamel and Ore - T. 183-192
K.0. Antenna - T. 174-177, 180, 181,
| -Indéed}'Pléintiff‘s brief seems'td .reflect no disﬁﬁ
agreenent w;in Judge Stephencon & basmc findlngs of fact as -

dlstlngulghed from hls conclu51ons of law’ as to’ obv1ougness.

As;fox~thesmatter Of_ObVlOQSﬂ&SS,'plalntlff:relleS'

. on the testimony of Dr._DuHamel and Dr. Mayes with regard. to

 ng periodic-anfennas'shown_in;PXBOfBB and Si'that~allegedly |

did not work; and thus concludes that Isbell's structure was .

in the same category.

_*.The so-called “generalized statements® of - Judge Stephenson -

regarding the design of log periodic, freguency lndependent
~antennas whlch plaintiff asserts to bhe erroneous (plaintiff's

. ‘brief, p. 4, 12) wexe admitted by Mr. Harrs.s, T. 203-207.




 But*md$t_of-theistguétﬁfesfof §3,30~32, 341A36ﬁ38:
“aﬁd'sl:axe'not Isbellfs_(erKéﬁzihﬁs} simplé1liﬁéar éipole
anténha.f ﬁatﬁer;“maﬁy.have.esotéric shapes: spirais, ¢0§¢§,
- horns and ground planes.- Dr.iﬁayés“admiﬁted-that ﬁhe dipble
‘array of P. Ex. 36 was trlcd aftcr Isbell’ 's work wnen the |

concept of transposeu feeders was nnown.' Br.. uhdmcl t&Sﬁl;led

 on cross—eaamlnatlon that ue d1d1 t even matnematigally analyze
some, and that others he actually Gid make. mork T 506 ~522..
The only lssue in this case, however, is the obvious— :
‘ness of the Iubell type structure, and-as to tnat,_br.-hayesz= |
_concadea that. “most of them opurated satis factdriiyﬁ.(T. 628).
If_we-look, 1ndeed into the contemporaiy{documentaw
 ti0n} the Rntenﬁa Laborato:y S Quarterly Report'SOa'l,'D. EX,

7, we find tﬁav or to Iébell's-éo—called invention: an
¥ bx _ : : :

nefore he started to investigate his antenna;'nra Maves and
the scxeﬁtlsts -at the Aauoratozy,cdnsidéred'that

“The experimenta; results which have
been obtained for the multielement
-log periodic antennas are found to-

5

be predictable. . ." (p. 2, emphasxa
‘added) » '

And the only dlstlnctlon from known log periodic
designs that Isbell was going to undertaka-was |

*Aan dnvestigation of log periodic
structures of thin linear elements
(zero tooth width) is planned."*
{p. .2; emphasis added)

* As later shown , even this variant:was anticipated by Dulanel.




Thus, contemporaneously, thlé w_s vxewed as a minor
f varlant - entlrely "predjctable ~ wi "the only change belng
wgll-knowh."thln instead Of:tthk -dlpole-elemengs or;teeth.
 It is onlyﬁnow'that.this afray'l s'beenrreéégnized As “obvious?;'
in the light of: the prlor arg by Judge Stepnenban, that the |

_mattur suddcnly becomes @fotarlc, unprealcfable and unobv1OUq *

2. Complete AntLClp cion by DuHaﬁéi Pétént-B 0792662,.5;5Ex. 14;
. This Dultanel patent was not. aefore Judge Stemhenson.

.It was. admltte ¥ flled befoxa any - aatp of concentlon of I%bcll;

and complet o8 in and of 1tself antlclpates the alleqed Isbell

' lnven thI’lS -

IR blg,.b, ES structure is shown hav1nq 21gzag or

tr1angular—w1re dlpole elements cennected with each of two
central conducLors x46 and 29) that may bm adjugted to any
.angleTw between them ?from 186° to 0°“‘&coi.-2, lmpewJS;.col;

6, line 16 of the DuHamel patent, D. Ex. 14).

A model of ‘this is in. ev;ue'ce as ‘D. Fx.‘24, and Dr,
 puHamel .conceded that_thls'was«a corhect representatlon of

| Fig. 5 of his patent (T. 531).

* Note; also, that each of Dr. Mayes' National: Electronics Con- - |
ference paper of October 1264 (D. Ex. 21, p. 4), and the o
Jasik Handbook, P. Ex. 55, . 18-13 (1961) (DuHamel testimony
T. 528-534), before this 1't1gatlon, conceded that all that
was necessary obviously ;?}ootaln the Isbell conf guratlon -
from the prior art log periedic arrays, was to reduce the
angle ¢y (psi) between thé booms to 0 and to make'the antenna-

 teeth thinner, approaching zerc width ~ all earl "

" DuHamel in his patent 079 02, D. Ex., 14, later descrlbed.




Wiﬁh the two central.condugtors 46}énd 29 adjﬁsted‘
to pafaileiitj (i. e.}‘for the angle of ”05“;.Cbg;éﬂgé;€ioﬁed)
mﬁﬁ%f;ﬁgg;blance to ‘Fig. 2 of the Isbell. patent w111 be evxdent,rs'
i.e., 1n the-words of, for example, claim 1l of- the Isbell pat-‘
ent in suit:’
| :An arraj of parallhl dlpoles 0¢ a prongSblVbly 1n—
'crea31ng length and spaC1ng in ulde—by slde relatlonshlp (the
_length of triangular dlpole elements 5Hle, 51d 'Slc, 5lb, etc.
of ‘Fig.. 5 prccre531vely 1ncrnases, as does spa01ng t1erebetween
as_snown-and.descrlbed.and as conceded.by Dr.'ﬁuhamel, T. 53l;
532); | :
The ratio ox lengths and the ratio of édjacent spac-
- ings each have a-t relatlonshlp {the same T in equatlon (1) at -
=col. 3, llne 9 of tne DuHamel pat@nt also_aamnged by Dr.
DuHamul at T. ¢3l, 532); ‘

And . alternaue elements are CrGaS“d in connectlon 180°
in feed (T..532, 533) (and the antenna has the same coax1al*11ne
feed.tdfsmall‘end,Las in'iébelerig. 21fse§“601;b5,.lineé 36~40
and 51).

Mr. Harris conceded.that triangular—dipbles (as dis-
closed in Dulamel's Fig. 5)‘and.thinner wire_or'cylindriCai
dipoles (as in:Ishell Fig. 2) were both old and weil known

' d1po1e antennas prior to Isbell's invention: (T. 150) and'tﬁat 
.their performance, operation and current distrlbutioﬁs wére |
.; Similar_{D. Ex. 2, item 6, and D. Ex. 1, item 1; TF.17Q~18Q;

- 223, 224).




suit, of record'Hérein by étipulatiOn (r. 378, 379, D.'Ex. 22)
_ that the rﬂport was in her libra y accﬂsslble to any interw
'ested member of the public on Aprll,30,-1959; and,that:qop;es:_,
were avallablu to: Lh? public: |
: "0 If I had come to vour - of¢1ce on- Aprll
30th the date indicated on-that requisition
docuntnL and reguested a copy of Report No. 2,
~would I have: been 11kely to have- been dellvered
Sa cony? ' :

YA Very liPely.:

L “0' Would vou say thon, Fng-uOhhSOH; ﬁhat i

Quaxtegly Engineering Report No. 2 was available .
in your office on April 30th, 1952 to the same.
. extent-as any other publlcatlon_ox'report was.
~available in-your office either as a 11brary :
:referenge Or as an extra'c0py? ‘
A To my knowledae, yes.
The oniy questlon here lS whether the availabllity
of that document more than one year-before.the appllcatlon for
the Isbell patent in suit oﬁ May 3, 1960, constitutea~ﬂpublica~'
tion" under the law.

The early decision in Cottier v. StimSon;'20 Fed.

906 (cir. Ct., D. Ore., 1884) set forth the general fequire-
ments for a “publication", In that decision (p. 910), the :
Court said: .

;“In Walk. Pat. 56, 1t is said that a
‘printed publlcatlon is aﬂythlng which

is printed, dnd, without any injunction
of 'secrecy, is distributed to any part
of. the public in any country. Indeed,
it seems reasonable that no actual dis- .
tribution need.cccur, put that sxposure

- 10 -




of printed matter for sale is enough
to constitute a.prihted publication.’

"But sowething besxdes prlntlnc
is required. - The statute goes upon the
thecry that thc WOrk has been rmade
acces 51alb to-the puklic, and that the
invention has, thereby Deen giLven ko the
public, and 1s no Jlonger patentaple DY
cany.-one.  Publieation means put into
L generad circulation or on oale, where
. the work:is accessible to the public.
See Reeves V. hevstone Bridge Co.,
5 Pisher, 467." (Empha31s added) :

(a) Deposxt in a Library

;here is no requlrement that. members of the publlc o

 achally used the;prlnted'coPy'contalned w1thin_a'11brary. It
is merely necassary to establish that a copy of the publlcatlon-

was rece1VBd by the library.

”he Slxth Clrcult Court of Appeals held in The

=

Hamilton'Laboratorieg,-Inc. v.'Massenqill,'lli E;Zd 584,585,

45 USPQ 5945 595 (1240}

M, . .the Weed thesis is in the priox

art: aqd marks a step in its’ development

since it waq put on file in- the library

of tHa_collagc, available ‘to students

there and to other libraries having ex-
change arrangements with Iowa State.

John Crossley and Sons v.,Hogg; C. C.,

83 Fed. 488, 490; Britton v. White Mfqg.

Co., C.C., 61 TFTed. 92, 95. We think :
intent -that the fruits of research be L
avaliabie to the public 1s dotermina- ' '
. tive. of pubilcdt&on under the staiute

t

The sufficiency «of the deposit in a library of a’

.single copy. of printed'maﬁter and the immaﬁeriality'of thé_‘




obscurity of the library were commented on by the Court of

'. Customs and Patent‘ApraLs:in the_gasefOf'In‘tegTenney,.Frank:j

‘and Knox, 254 F. 2d 619, 627 (1958). In that case, the Court
_obéérvadk.
"It is no doubt true_that,our-preséntﬁlaw
~is anoemolous, as evidenced by our conclusion
“that a microfilm is not ‘printed.’ A foreign
;patent'flle, laid open for public inspegtion, _
is not a printed publication because typewritten,
while a prznted publication available to the pub-
lic only in.a Southern Rhodesian library ‘would be.”
7 Sti1l more recently, the Distrlct Ceurt for the
| Soutnern Dlstrlct of Callfornla held that the flllng or a copy
of a thesls in a college llbrary on Gctobcr 9, 1950 barred a

patent applleu for October 30, 1951 (21 days over the permlsSL—-

' ble one yaar) ' Indlana Ceneral Corp. V. Lockheed Allcraft Corp.,

249 F. Supp. 809, 815, BL6 (1966) .

(b) - Avallablllty to the Publlc by Sale or Wlthout Charge ;
| The "publication” of a printed work also occurs when.
'coPies“of'the'WOrk are_first acCessible-;o'tﬁe public, by pur-

chase or without cost. In the above cited case of In re Tenney,

Frank & Knox, in a concurriﬁgvopinibn, Judge Rich stated his
view of the law to bé_that: o

*When a book has been printed and copies are
available for delivery, an advertisement offer-:
ing it for sale would’ brlng about its ‘publica-
tion! ~even before any. copies are actually sold "
(628) _

jThus the Isbell: lnventlon was publlshed more than a’
year ‘before the Isbell patent appllcqtlon was flleﬁ (May 3, 1960),

- and there is a statutory bar to-the Isbell patent, 35 UsC 102b.

- 12 -




of the ISDﬁll claims and so~called 1nvent10n. Rezerrlng‘to'

4, :Aﬁticipation by the Channel MaSter "R.0." Antenna, D. Ex. 4.

Itfis'concéded thatlthéﬁ“K o aﬁfénna was in”ﬁublic

auu more than a year bLfore the flllng datu of the: Isbell katm‘

ent appllCathn (2. l?e,”l7o).

From D. Ex. 4, it is evzuent that the thrae dipoles

87-1/8, 79 ~1/8 gnd 71- '7/3 cor“'f‘lc.u;lv m:et all the. Jinitations

claim 1, for example, there is the progressively increasingv
lengthﬂ(from'7lé3/8 inches to 87+1/8'inches}; theiprocréSSivélyi5'

increasing spac;ng (from 16 inches to 22-1/2 1nches), arT ratlo

*of lengths of 79~-1/8" (1&e., less tban l) ‘and” a T ratlo of

§7-1/8

spaciﬁgs'of 18 {i.e., alsc less than 1)- and the series

22-1/2
feeder w1th alternating phase (tnc same croqsed conauctor feed.
at the center of tne dmpoles.as ;n.Isbellfs Flg._l)1

" ‘The only difference is that instead of the very thin

o or_nero~width-cylindricalﬁor rod dipoles of Isbell, the "XK.0,"

antenna hag anothur old and wellﬂknovn type of dpoTQ,_the
so~-called “folded7dipolé" which Mr.-Harr;sgaonceded-had-an'
operation and. current QlSuIlbUthﬂ similar to that of.the

sim@le'dipole rod without the_fold'(D._E'. 2, item 7, and

. D. Bx. 1, item 1; T. 224).

But neither a single word of the Isbell specifica-

tion nor a single claim of the Isbell patent excludes such

other well-known dlpoles.

- 13 -




As for the presence of other antenna elements in

‘the "XK.0." array, Dr. ﬂayéS'conqeded_that,oniy threé;dipoles

~are needed to constitute a log periodic aﬁtenna (T;648)?and B

that Often-édditidnal eleménté are added, whi¢h do not, how-
e#er,,detract.from.thé existence of the lo§ péribdid‘éﬁtenﬁa
portlon (T. 650 651)' | | l :

Whlle plalntlff states on page 14 of its brlef that

the "K .0." antenna was before-the Patent Offlqe,'an 1nspect10n_'

'oftp. Ex. 56 will show that this was'not"before-éhe'Patent.:.
Office for cons ideration as pog51nlc prlor art agalpst the .

CIsbell patént;;anq, indeed, the Assistant byamzner hanallng

that aspect of the case never éyen cited the'“K.@;“ antenna.'
P. Ex. 1, Col. 6, lines 30-36. .

' ”hﬁs an antenna muetlng ail the 11m1tatlons of the
Isbell claims was in public use more than a year bcfore ‘the
lsbell filing- aate - another statutory bav to tac Isbell patw

ent.

THE ISBELL PATENT, EVEN WERE IT VALID,
IS HOT INFRINCED BY THE BT STRUCTURES

An invalid-patent, cf course, carnot be inf;inéed.
Even had the Isbell pafent been valid, however, the BT DART

and COLOR RANGER antennas clearlyxdo~not.iﬁfringé_the same.

‘__14_;: o




The ﬁholé teaching of the Isbell pétenﬁ is to locate
thé‘dipolgielements as nearly cdplanar.as'possible (col;:z,
lines 24f28);1 While theicohstruction thereof, as in fig, 2, .
may be made_with.two tubes, these aﬁe physically_closély
spaced (col. 2, lines 10, 11). .

Lvery single claim\is_reétxictgd ﬁo_suchﬂsﬁbstantiaily
coplanar éoﬁfigﬁra£ibﬁ'fbr ail the.dipoleé;  Forfexample,:claim‘
l'quotéd'by plaintiffzin the.chart between pages 22 énd 23 of |
its brief, is specifically restricted to an ﬁaﬁfay of substan-

'tially=copianar and parallel dipoles". All of the other claims

contain similar or equivalent limitations, i.e., claim 6 requires

- the "dipole elements on cach of said conductors"” to extend "in:

opposite directibns“, and other dlaims use'the Lerm "coliﬁearg;
On their face, the BT DART and COLOR RANGER antennas,
P. Ex. 10 and 35, have dipole elements spaced in éﬁg diéﬁinct
planeé.. 1n faét, this is one of the vitally différenﬁ conf'
sfrudticnél and operational f;atures_;hat led the Patent Office
to grént tﬁé.Blondér—Schenfelé patént 3,259,904-00vering these

different BT antennas over the pridr teachings of the Isbell

patent itself (D. Ex. 26, col. 4, line 54). (See, also, pages
45-50 of brief of defendant and counterclaimant, BloﬁderéTongue
Léborétoriés, inc.,,in support of Counts I, iI and III of_its'
counterclaim, where the different CQnst;uctional and;operational

features of the BT antennas are discussed.)
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- In ﬁhe anﬁexeé DhOﬁOgraaﬁ D. EX. 24; thé sﬁructure'
_ of'Fig 5 of DuHanel patent 3, 070 602 D"‘x.'14; is hown_.
alongside the BT DART ntenna, P, Ex. 10 - E%cept For the
greaterSpacing_of the two planes of ulpoles in the BT DART;

“ the two strictures are similarly non coplanar.

Exhibit 10
,abov§~

Exhlbmt 14
‘below

. It'wa5':admitted by'Dr.*Harfis,'indéed, £hat the .
Duhamel structure was not coplanar (T. 196, 197).'.This‘was‘
also p051t1vely stated by Dr. uuﬁamel himself (T, 539);_ |
If the bulamel structure is not "coplanér",ftheﬁ,
‘thcqprse,.nelther is the BT antenna'structure; an§;the-Isbgll
patent is clearly not 1nfr1nged

Hore than thls, Dr. Mayes was forced on crosg-

examination to admit (T. 625, GZQ)'that 1f_the_B$-antennas._-'




were modified to make them “coplanar", they would no longer
operate properlyl o
‘There is thus'no,infringemeﬁt'df the Isbell patent,

;evenﬁassumingeits'validity.

THE I‘;AYES AND CARP L P.r’"‘ENT is INVA.L;.ED

e 1. The Puxcorted Invcntlon Was Made by Another.

. N f  br. Mayes admlttad that Lhe only structural dlfference
"between the antenna of thls patent and that of the Isbell patant
“is the bendlng of the. dlpoles 1nto V*Shape, whereupon a hlgher‘

order frequency operatlon automatlcally results R
- -“Q ' Is it not the fact that the struc-~
tural difference between the antennas of your
Mayes and Carrel Patent in-suit, Plaintiff's
- Exhibit 20, and the antepnna of the Isbell
. Patent, Plaintiff's Exhibit 1, is the bending
of the stralght Isbell dlpoles into V's?
"An  Yes." (T.650)
But, contraryltO'plaihtiff‘s‘assertiOn on page 19 of
1ts brief that the only proof that Mayes and Carrel did not

conceive of thls bendlng of the Isbell &1poles lnto V's 1s'

EXthlt DX—lD, Dr. Hayes admltted on Crossg-— examlnatlon that

the very.v constructlon;of_the BT COLOR RANGER anuenna, P. Ex.'35;~

‘wiﬁh.its.precise v aﬁgles was suggested to him by@Mr.-Turner of =

Wright Air Development Center.
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_ ' %Q  Is there an angle suggested by
Mr., Turner illustrated by'Exhibit No. 3572

"A  Exhibit 35 has a particular

angle which is the same as that suggested

by Mr, Turner."” _(T 362-3)

Thus, Hayes and Carrel were not fhe'inéehtcré.df -
.the only alleged novelty of thls patent. | |

_ ' Bince the very angles used in the BT COLOR RANGER

V'dipoleé were admittedly suggestedrby-another, 1t.15_probably
unne@éssafy to-point out Dr. Maves' further admission (T. 642~
_644) that the very angles ée£ forth in *his-claims-wereVanEi—
c1pated by the specific teachings of the Carter. patent 1,974,~

387, D. Ex. 15, more than thlrty years dqo'

2. Invalidity Residing in Praud in the Procurement of the Patent.

We reproduce here for the convenience of the Court

Pe

the statements in our main brief bearing on this issue:

“4, THE PROCURING OF THE MAYES AND CARREL PATENT

"Tt will be recalled that JFD in its earlier -
'63 ads had mis-marked its Mayes and Carrel type
"LPV-1l and other similar antennas with wrong pat-
ents, presumably because the Mayes and Carrel
patent had not 1ssued .

"It was the Foundatlon, however, that was
~prosecuting the Mayes and Carrel patent applica-
tion (D. Eh. 12, center of cover page)

"During the prosecution of the Mayes and
Carrel application, the Examiner (D, Ex. 12, p.
30) took the position that 'Vmshaped dlpoles
were well-known before this application, there
was no invention in modifying the Isbell antenna
(as taught in an Isbell IRE paper of May, 1960)
+o use this old Vv dipole.
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"Counsel for the 1r‘r:ﬂ.mc‘iat:u::'n thcreupon prem

- pared an affidavit (D. Ex. 12, .p.31 and 32) in

which they had Dri Mayes -(and not Mr. Carrel)

- -swedr that he had made the 1nventlon before the

May, -1960: publlcatlon datg of thls IRE Iab@ll

_paper.-_

"The effect ofjthis was to erCe.the Pétmu'
ent Examiner, who only knew about this May,
1560 paper aescrlblng Isbell's work and did

SN0t know of prioz. papeys, such as the Uni eralty
2 of IXlinois publxshed rcports, ‘to'withdraw . th

Isbell paper as a reference. Without Isbell as
a reference, tnc Pat@nt ‘Examiner had to withdraw
the rejection on the Isbell reference' (p. 44);
and the patent was allowea. '

“But;the_recor& shows.that,atﬁtheftime of

~executlon of this affidavit on May 18, 1964,

Dr. Hayes had been thoroughly. familiar with
prior . reports published more than one year
before his September 30, 1960, appllcatlon

',flllnq date, which prior reports shéed this

same Isbell disclosure of the May,_lgﬁo artldie
that had been c1tnd by the Lﬁamlner._‘

-"In fact, Hayes: haé signed the publlcaw
tion, Research Studies on Problems Related to
ecn Antennas,; Report No. 2 of the. Antenna
Laboratory of the Un1ver31tv of Illinois EB. :
Ex. 8), March 21, 1959, aanlttealy dlsclos;ng -

 the Isbell antenna dlsclosure.: Mayes also, -

in his signed disclosure report (D. Ex. 10}

-descrlblng his alleged invention of this very

Hayes and Carrel application;: c1tcdithg_curther
publicatiun of Isbell 'Log Periodic Dipole. '
Arrays ; Antenna Laboratory Technical Hepdrt Ho.
39, June 1, 1959 (also in evidence as D, Bx. 23

-and containing the same disclosure as the later

IEE article cited by the Patent_Examlnex }

"Not' only did Mayes know: of these Isbell -
publications more than a year before his |
application £iling date, but counsel for the
Foundation were also apprised of the same.
since they filed the Isbell patent applica—
tion itself and received the ¥ layes and Carrel

invention disclosure, D. Ex. 10.




"Certainly counsel knew of these earlier pub- .

- lications which Maves could not have sworn back of

to remove Ishbell ‘as a reference and which were in
existence more than a year before the Mayes and
Carrel filing dates, Indeed, Patent Cffice Qule
131 under which this Maves affidavit was filed -
(D. Ex. 12, p.-31) spec1flcally ehcludes the
filing of -such an’ ‘affidavit in these circum-
stances, the rule reading, in part, as follows:
- wYRule 131, Affidavit of prior inven—
S tion to Ve L Come c¢itad patent cx publiza~.
‘tlon. (a)- When any clainm ot an applica-
Tion is rejected on. reference to a domastlc -
patent_whlch,suactantlally_ghows:or de~.
scribes but does not claim the rejected -
‘invention, or ‘on reference to a foreign
patent or to a printed publication, and -
the applicant shall make oath to facts .
showing & completmon of the invention in
. this country before the filing date of the
_application on which the domestic nltent
issued,. or before the date of thn forelgn
patent; or before the date of the printed
publication, then the patent or publlca«
- ¢ion cited shall not bar the grant of a
patent to. tha’ applicant, uniess. the date
of such patent or pzzntud Dubxlcatlon3bej
MOre than one vear prior. to the date on
~which the appllcatlon wWas: Llled in this
country. " [emphasis aadtd] ?ﬁ-'; P

"The Foundat;on =] procurlng of tha Mayes and

Carrel patent, in pursuance of its effort to give
JFD further .. munition against competitlon in the

market place, was thus esffected by an: entlxelv-;
misleading affidavit, either prepared -willfully
or through gross and wanton negleat,‘perpctratlng
a fraud on the Patent Office.

"The 51gnxf1can0ﬂ of that fraudulent affldav1t
is all the more pointed out by the tegtimonv of
Dr. Mayed in this case, admitting that he could
not. swear back of Isbell's 1nvenulon,_and thus the
Mayes and Carrel patent would never have baen
granted had the Patent Office been proPerly in-
formed:

"', Is it.not the fact that the structural

' . difference between the antennas of your
Mayes and. Carrel Patent inisuit, Plain-
tiff's Exhibit 20, and the-antenna of




the Isbell Uatmnt,-Plainﬁif#‘" BEx-
Hibit 1, is the bending of the .
straight Isbell dipoles into V'g?

"1Q. Do you agree that the invention of -
 the Isbell Patent, Plaintiff's IZx- -
‘hibit 1, was completed before yvow -
and Carrel made the invention of -
) wyour yatenc, Plaintiff's Zxnibit
207 S

AL Kes.‘_”(TgGSO)“

I Invalldlty Because of Improper Relsauc;'

The law lu very cleav tnat reissue patgnts ray only
be granted undgr cerLaln strlct LODdlthﬂS‘

.“Whenaver any patent is,. tnrounh 8YYor w1th—'
out any deveptlvm Aintention, deemed wholly or
partly inocperative or invalid, by reason of a
defective specification or drawing, or by reason
of  the patentee clalrlng mors or less than he had.
a right to claim in the patent, the Comnissioner
‘shall, on the surrender of such patent and the
payment of the fee required by law, reissue the
patent for the invention disclosed in the original .
patent, and in accordance with a new and amended '

application, for the uncxplred part of the term of
the original pa ant, ,

,Thé record-here'shows that none of"thOéé conditicens
obtained in the present case. ToO the contrary, though the

Foundation_hau;Dr. Mayes and Mr. Carrel 'sign a relssue oath

- stating that the original patent'was'"deﬁectlve and 1nopera;ive“;*

Dr. Mayes admitted that he knew of nothing in the patent

specificaﬁion that was defective or inopetative {(T. 342).

o D. Ex..li, pages 8, 9¢:10.
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Dr Mayes fuxther stated that he glgned this docun-;
ment on the representatmon of counsvl that they sought a broader
patent ( 343) | |

But the file hlSLOIY (D. Lz 11, P 9 lines 16 18)
'shows ‘that, to the centrary, the ralusue was requebtea to have

fnarrower clamms rcc; 1ng the p"rilchm%r (4] ahu tl

(see clammg 11 through 13 gmelttEdﬁWlth the petltlon f@r o
reissue). | |

The record furthe; shows, however, that under the
gulse of gettlnc sucb ‘narrower. ;pe01f1c clalms, the Foundatlon
'later addea broader claims nog 5pec1f  g uheﬁﬂ*angigs (clamms
14 through 17); and”thus not even supported by the.rﬁissue .
petition 1tsplf' | .. |

EVLn had the orlglnal ‘Mayves and Carrel patent been

valid, the-reissue_patént=in.Suit is clearly"invalid-asqimv

propérly“obtéined ¢bntrary_tc-law.

THE MAVES - AND CARR.“L PATENT IS 1‘0"‘ I"“FRINGED
EVEN -HAD. IT BEEN VALID '

Since each of the claims of tﬁié.patent is also
restricted to substantially coplanar or colinear construc-
'tiéns-ﬁot enployed in the-BT-anteﬁnasf aS;beforeediécuSSed

in connection with the Isbell patent,‘noyinfﬁingement-exists;n'
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PHE ISBELL AND ‘MAYES AND CARREL
PATEVTS ARE UNENFORCEABLE

'As a result of the misrepresentations in the prétheix

'ment of the Mayesfandrcarrel patent, abova-discﬂsSed,:and in'

vzew of the unclean hands and unfaiy conduct qct forth ln

 ”=aefendant s brief as Lo Counts i-and IL of t&e Ci

even had the Foundatmon patents been valid and znftin_

_are unenforceable.

first brief,.

:.iﬁéimy
‘ dw¢they

See cases cited at paqes 37 44 of defendant’"

. mm-c;;;;gsmw o

- D@fendant hag - supported 1ts defenses of 1nva11d1ty,‘

non- 1nfr1ngement and unenforceablllty of the Foundation

patents.
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