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Sl IN THE S

e a g UNITED STATES DISTRICT COURT - H

L FOR THE NORTHERN DISTRICT OF ILLINOIS;”;;.
L ; EASTERN DIVISION L St

_IZII"UNIVERSITY OF ILLINOIS. FOUNDATION |
‘3-.P1a1nt1ff and Counterclalm Defendant, oy

~ BLONDER-TONGUE LABORATORIES, INC., ) .~ CIVIL ACTION =~

Con  No. 66 C'567 -

..'ITJFD ELECTRONICS CORPORATION
'-_'Counterclalm Defendant

bR
)
)
)
)
. Defendant and Counterclaimant, ') -
)
)
)
)

. ANSWERING BRIEF OF PLAINTIFF =7 . =

.~ AND COUNTERCLAIM DEFENDANT
UNIVERSITY OF ILLINOIS FOUNDATION. :
TO COUNTS I I1 § II1 OF COUNTERCLAIM -

B 77;? i;;erTRODUCTION"Iff"”"'”'”“

In counts I II and III of 1ts counterclalm,

STl defendant Blonder Tongue (herelnafter B T) has charged the"

'Unlver51ty of Illln01s Foundatlon (herelnafter Foundatlon)

Iﬂgﬁand JFD Electronlcs Corporatlon (herelnafter JFD) w1th Varlous

TTITacts of unfalr competltlon antltrust v1olat10n and patent

”1nfr1ngement The charges made are spec10us and untenable

Tf_None of these allegatlons has been proved by any persua51ve

"eV1dence : Rather, B- T's entlre argument is: baSed on semant1c‘f"
'”fihalr spllttlng,'unsupported and unreasonable conjecture and

II'self serv1ng declaratlons hav1ng no ba51s in fact or any

nziyffsupport in the record of thls case.




Most of the so called "ev1dence" Whlch B T offerS ;:ﬁ.

o in support of 1ts allegatlons concerns actlons whlch were :”]h-

rhftaken solelY bY JFD such as the JFD advertlslng campalgn

:Tthe purported patent mlsmarklng of JFD's products, the pur-hifaf
.'ported raldlng of key B~ T personnel the purported attempt
:“to force customers to buy unpatented 1tems from JFD and '
fd:the purported 1nfr1ngement of B T s patent f Only 1n
5connect10n w1th the release of news 1tems concernlng
'lltlgatlon-lnstltuted by the Foundatlon 1n:the'br1ngrng
s.ofrthis suit against B?T:in:this Court and 1n the prosecutlon
--fof the parent appllcatlon of Mayes et al patent Re 25 740

31n suit is the Foundatlon accused of actually taklng any _

:pg'p051tlve actlon complalned of by B T None of these acts.

hby the Foundatlon can concelvably glve ‘rise to a cause of

fjactlon agalnst 1t by B -T. Nevertheless, B T seeks to flnd B

"d_the Foundatlon 11ab1e on. the unfounded charges of the

[counterclalm because the Foundatlon and JFD ”entered 1nto a
'"_commerc1a1 bus1ness arrangement 1nc1ud1ng a- 11cense agree—

"fment" (B T's Counterclalm, paragraph 5) On such fllmsy

'eV1dence, B T makes the serious - charge that the Foundatlon R

a.and JED consplred to restraln competltlon (Counterclalm,
.:paragraph 7) and to v1olate the antltrust 1aws (COunterclalm,_ o

_‘paragraphs 8 and 9) : The Foundatlon is even accused of f

3_-1nfr1ng1ng B T's patent No. 3 259 904 by maklng, offerlng

'hf;for sale,.and selllng antennas covered by B T's patent




(Counterclalm paragraph 14),'even though the Foundatlon o
"fdoes not make or sell any commerc1a1 products [Tr 1168) .
The proof offered by B T in support of 1ts allega~d
.'::,tlons does not support any aspect of the above charges '
IVENelther the Foundatlon nor JFD alone or 1n concert hash"
"”f_commltted any acts Whlch glve B T any cause of actlon whatso;
-diever Moreover the ev1dence adduced by B T establlshes | |
-dd'ithat the only relatlonshlp between the Foundatlon and JFD
,;was that of llcensor and 11censee under a conventlonal
',hpatent 11cense agreement (DX 44 Bj,a B- T has offered
}}_absolutely no eV1dence of any consplracy between the
".Foundatlon and JFD whlch could concelvably glve rlse.to.any
.._{.llablllty to B T espec1a11y on the part of the Foundatlon
“In ‘the f0110w1ng sectlons of thls brlef we w111
.ecomment on the'spec1f1c arguments and-the ev1dence relled
; on by B- T and w111 show that these arguments have no substance
th T's contentlons are 1n fact SO groundless that an award of |
-._attorneys fees should be made to the Foundatlon for 1ts |
: .k,.j"K-_-.expense 1n defendlng agalnst these baseless charges

:'TII ARGUMENT o

”'[Tfli‘ ACTIVITIES OF THE FOUNDATION '“ | S
| The charges made agalnst the Foundatlon.must be V1ewed
'_:wath 1ts not for proflt act1v1t1es as. background The Foundatlon f'
i*;dils a. not for proflt corporatlon Whlle 1t functlons prlmarlly
'Th::fh;vdto ralse funds for use by the Unlver51ty of 1111n015 and 1ts:v'

";students, 1t 1s entlrely 1ndependent of and 15 not controlled by




| *';1ts students. _

h'the UanBTSltY (Tr 1159 60) The Foundatlon obtalns patents on{"“5”

1nvent10ns of the faculty, staff or others assoc1ated w1th the :if;_;ﬂ

H,Unlver51ty and 11censes such patents w1th the revenue from

't the 11censes belng used for the beneflt of the Unlver51ty and

The only bu51ness arrangement Wthh the Foundatlon-

'i-h_has w1th JFD is the patent 11cense, DX 45 (TT 1166) éiT-’.

“-"Foundatlon does no consultlng work for JFD ' The Foundatlon—

'9":'JFD 11cense (DX 45) does not relate to prlce or other factors

"_whlch restrlct competltlon but to approved non competltlve p_

'-'controls of advertlslng (See W15c0n31n Alumn1 R F v

Vltamlns Technologlsts; 41 F Supp 857 867 -8 (S D Callf

B 1941), reversed on other grounds 146 F 2d 941) : Furthermore B
.?the Foundatlon engages in nelther the manufacture nor sale

: of antennas (Tr 1168)

2. THE JFD ADVERTISING CAMPAIGN

Blonder Tongue's argument regardlng the advertlslng o

"_-campalgn carrled out by JED and 1ts effect on the understandlng h‘s

'Vuof the reader 1s not supported by the ev1dence Typlcal of

J'iB T's 1mmater1a1 argument 1s the dlscu551on on pages 8 9'
10 of 1ts brlef concernlng whether JFD's LPV antenna was .
'f:developed by the Antenna Research Laboratory of the Unlver51ty

,of 1111n01s It is not really 51gn1f1cant whether JFD'

e commerc1a1 ver51on of the log perlodlc dlpole antenna was~ f:j_.”

o f’_develOPGd 11,1 thlS form by ‘the Unlver31ty 01‘ whether the




'yoﬂhcommerc1al product merely 1ncorporated the generlc 1nventlon U

'ﬁamade at the Unlver51ty.; The fact 1s that JFD was llcensed

E to produce 1n commerc1al form an 1nvent10n made at the"

_ .Unlver51ty The effect on the reader 1s the same in elther

. | [ The nlt plcklng by B T 1s also 111ustrated by its

o argument that Dr Mayes was not a "dlrector"'of JFD's laboratory,
;;even though he gulded some - of the act1v1t1es of JFD's staff of

- sc1entlsts and englneers (DX 42, page 19) and that the . .
.'fllcense arrangement Wlth the Foundatlon was not an "alllance” '
thth the ﬁnlver51ty | - ._ | |

| 7_ In connectlon w1th the argument that JFD knew that.

hhthe 1ssued patents 11censed from the Foundatlon as opposed

?:to pendlng appllcatlons; d1d not cover 1ts commerc1a1 L
'products (pages 11 and 12 of B T's brlef), B T has not

"shown that JFD knew that these patents dld not cover 1ts.

products at the tlme the advertlsements were: prepared

.'”Although Mr. 1nke1 may have known as'of Aprll 1964 (DX 42)

"“that 1ts commerc1a1 products were not covered by 1ssued

'?;:patents there was no 1nd1cat10n that he knew thls when the:*

“:l'advertlsements appeared 1n the trade,'or that the use of the

”fwrong patent numbers in the advertlsements was anythlng
-rother than an. 1nnocent mlstake _ _ : h o
The argument on’ pages 12 15 of the B T brlef is _' 5:_"

"_the grossest sort of unsupported conJecture B T llfts




"lh'lsolated portlons of the language from JFD's advertlsementsk

o and attempts to. characterlze the "1nnuendo de51red from theid-._'uf

-f;readers" as'”obvj.01.1s""= The complete documents, of course,':”
i are 1n ev1dence before the Court and speak for themselves.h
”?'A falr readlng of the entlre advertlsements shows only that'
d;the 1ntended effect was the same as that 1ntended for all
'fdadvertlsements, i.e., to create a de51re to buy the advertlsed
i.products on the part of those readlng the ad Any technlcal
d'1naccurac1es ot exaggeratlons in these advertlsements are 5”

dimerely the usual "puff1ng” to be found 1n practlcally a11

h'fftfadvertlslng, and Wthh is not actlonable in the absence

of a show1ng of spec1al damages Smlth VlCtOT Corp v,

:'H;Sylvanla Electrlc Products Inc., 242 F Supp 302,;508,u312;

(ND I11. 1965) E '7 e EENE
We belleve the ev1dence clearly 1nd1cates that

:JFD' .advert151ng campalgn conta1ned nothlng 1mproper_;;'

'for dellberately m1slead1ng._ What 15 clear and certa1n,

"7;.however 1s that the Foundat1on played no part in th1s advereg-”"'“

-~t151ng campalgn other than rev1eW1ng the Proposed advertlse—7'f
-:”ments for 1mproper use of the name of the Foundat1on oT- of
dfthe Unlver51ty, 1n accordance w1th the prov151ons of the'ﬁf-
.11cense agreement | | | | B

.;5_h Rather than show1ng that any concerted plan or

'.'cfconsplracy to compete unfalrly w1th anyone or to v1olate the :r

”h?;antltrust 1aws ex1sted between JFD and the Foundat1on, the




A ev1dence shows exactly the opp051te Although JFD Was

'p0551b1y remlss 1n not submlttlng 1ts proposed advertlsementsh}”"'.

'ﬂffor rev1ew as requlred by 1ts contract (Tr 1173 1174),‘ ,"“

rf7eV1dence shows that when the Foundatlon had thls opportunlty,iili"

'”1t 1n51sted that all even sllghtly mlsleadlng allegatlons

thereln be rectlfled so as to av01d any untrue 1mpre551ons_r-ff'

'fthat the reader mlght recelve._ The exchange of correspondence‘" C

‘[T(DX 30) between JED and the Foundatlon glves ev1dence of the

'1EFoundat10n 's efforts 1n thls respect.: These letters, far'a“ :

-'gfrom 1nd1cat1ng that JFD and the Foundatlon were 1nvolved

~in a consplracy to v101ate the antltrust laws,‘show rather

H,_that the Foundatlon d1d 1ts utmost to av01d any mlsrepre-‘

_sentatlons Regardless, therefore of whether-the actlons-

'of JFD constltuted unfalr competltlon or, antltrust v101at10ns,'

g:whlch has not been establlshed 1n no event can the Foundatloniih‘:

kbe con51dered to have played any role 1n these matters whlch

:fwould create any 11ab111ty te B T

3 THE NEWS RELEASES

In 1ts argument (Brlef pages 16 21) concernlng the _7"

71Tnews releases emanatlng from the Foundatlon and the fact

& hat thls sult was 1nst1tuted agalnst B T B T 1oses 51ght

'lwfi;of the facts

There Was nothlng 1mproper about the news releases

"*j*}emanatlng from the Foundatlon announc1ng the sults Whlch the

'hTTFoundatlon had brought for 1nfr1ngement of 1ts log perlodlc

1Eantenna patents These releases stated only 1n an ent1re1y




'f:jf'proper and factually correct manner the truth concernlng

'ff,:sults 1nst1tuted by the Poundatlon to enforce 1ts patents.i i

BRI

e :p?The proprlety of such news releases 15 well establlshed by

.f_numerous cases for example Hayes Spray Gun Co , v, E C.

| *:Brown Co. 291 F 2d-319 327 (9th Clr 1961), Coats Loaders'

B a:Stackers,_Iht. v, Henderson, 233 E. 2d 915 926- 927 -

(6th Cir 1956], Bryan V. Sld W Rlchardson, Inc.; 254 F 2d _'

'hf191 198 (Sth Clr 1958) The statement of the Court in’

f]& Bryan V. Rlchardson ISUPTa: page 7

Waco Porter Corp v. Tubular Structures Corp s 220 F Supp

'”_ 724 725 726 (Southern Dlst Cal 1963) is pattlcularly

. -~ "Under the correct interpretation of - .

. the notice in question, the plaintiff does not
. really charge infringement in this notice,. but

o plaintiff merely states. that plaintiff has.-

- commenced this action for infringement of
. patents, trade-marks, breach of contract,

- and unfair competition, in which the complaint

~..charges defendants with the infringement of
- .the five named patents and other civil Wrongs.
. With the’ exceptlon of certain technical -

. inaccuraciles, the statements made in the -~

.. 'notice are true statements, and anyone has-

- +the Ttight to inform the trade truthfully &

“. about a court action he has brought against"
another and to state that-in his.complaint.® S
"in the action he has charged the otheT;withf;Vp.
‘infringement. This is like reporting events;.

It amounts to a true statement of fact whether':fp;?”'*“”

';Lfﬁor not the plaintiff prevails ‘in the case’ and _
7 the allegations - of the compalnt are proved Moo
“J(Emph351s added ) B R

fffAlso pertlnent is: the statement of the court in =;g.'*"“'

S "Each defense hav1ng thus succe531ve1y
“; collapsed Bryan retreats now to-the last,
but favorlte 1sle of re51stance, ‘to clalm';'




'quthat whlle found to be a poacher he may none-f-" :
. theless keep his game because the patent R

;. .-owner has been gullty of: monopollstlc . :

. ‘abuses.  This was certainly a fact issue = »

- -and the Court by findings not clearly erron- .
. eous resolved it against him. In the main @ -

it was nothing more than the lament that
the patentee had given written (and oral):
notices to several o0il companies, as.pro-
spective users of Bryan's dev1ce, that: the
.~ machine infringed on these patents. A
. patentee has that right, Robertson Rock . .
“Bit Co. v. Hughes Tool Co., Sth Cir. 176
' F.2d 783, 785; Glllman v. Stern, . 2nd Clr.,_
114 F. 2d 28 3z.m (Empha51s added) '

”:jB T appears to flnd somethlng 51nlster in the fact

-athat thrs lawsult was commenced 1n this Dlstrlct In argulng

":r*that SUlt was brought here solely for the purpose of permlttlng

: ;_the Foundatlon to 1ssue news releases concernlng the sult

”””f{]plntended to 1nt1m1date prospectlve customers (Brlef, ‘page 19), p_d

“B-T. is dellberately 1gnor1ng the facts Thls su1t was

'.florlglnally brought agalnst both B T and Allled Radlo Corporatlon

-a Chlcago retaller of B T's products h Regardless of whether

:QQB T mlght have been able to have the su1t agalnst 1t dlsmlssed for:ah

.':”1mproper venue, Allled Rad10 could not have done so

':}The actlon agalnst Allled Radlo was proper 1n all respects
"VSlnce, however, the Foundatlon E ultlmate quarrel was not “*;:d’"”ﬁ

:‘*dw1th Allled Radlo but rather w1th Blonder Tongue,iJhe di_ft -

' ”b manufacturer of the accused antennas, B T was named also

’.as a party Whether venue under the prov151ons of 28 U S C
-1400 was proper 1s 1mmater1a1 B T entered 1ts appearance o
-5and thereafter the Foundatlon dlsmlssed the actlon agalnst

l.Allled Radlo 1n order to permlt a resolutlon of the 1ssues_i:d;'_




f{between the prlnc1pals and av01d 1nconven1ence1ng B T"fﬁl-

'"=;customer.'.

In thls connectlon '1t should be remembered that

thRule 3 of the Federal Rules of ClVll Procedure prOV1des that

."*} "A ClVll actlon is commenced by f111ng a complalnt w1th the |

'Eﬂ”,court " There was, therefore, nothlng elther untrue nori

_mlsleadlng in the news release 1ssued by the Foundatlon"

”nwhlch stated that su1t had been 1nst1tuted agalnst Allled'rﬁ

b.f_ Radlo and Blonder Tongue

"derespect

As 1n the Bryan V. Rlchardson case quoted above;ﬁpbﬁhmv

i B T has retreated "to the last but favorlte 1sle of re31sj'v

ptance, to clalm that whlle found to be a poacher, he may

li“_nonetheless keep hlS game because the patent owner has been :

’hgu11ty of'monopollstlc abuses.”w The factually correct -
'notlces of 1nfr1ngement actlons brought by the Foundatlon |

to enforce its patents are proper under the law

_4;.'_ THE PROCURING oF THE MAYES AND CARRELL PATENT

B T has charged the Foundatlon w1th perpetratlng-ﬂ:'“'

'”';a fraud 1n the Patent Offlce (Brlef, page 25) by reaSOn °f5hg

:the aff1dav1t under Patent Offlce Rule 131 Wthh was f11ed;"'

Pfjfdurlng the prosecutlon of the Mayes and Carrell appllcatlon R

"‘-?(DX 12) The ev1dence does not support B T's charge in any '_;‘:

7'1 Spec1f1ca11y, B- T charges that both Dr Mayes .

azand the Foundatlon s counsel knew of the ex1stence of two f -




fnreports;
'”i;nmore than a year pTlOT to the f111ng date of the Mayes et aldg -
hzfydp'appllcatlon It should be noted that B T 1s not alleglng -
'3Ethat these reports were ant1C1pat1ng or 1nva11dat1ng
references 1n themselves, 51nce 1f thls could be shown;'
jgthe Mayes et al patent would be 1nva11d regardless of the
f%famanner 1n Whlch the prosecutlon of the appllcatlon was
-pconducted Under these c1rcumstances, the proper approach

.:'f-to the 1ssue 15 that taken by the Court in Technograph Prlnted

,bi Ceru1tS, Ltd v Bendlx Av1at10n Corp ' 218 F Supp 1 47.,[_Jf.
(o_;. ._Md- 1963), afflrmed 327 F Zd 497 (4th Clr 1964)

: "The court con51ders 1t to be un-
S necessary to characterize the conduct of -
.. the ‘prosecution of the United States
‘. Patent applications. The Pilkington,
~-Whilems and’ Paragon patents have prev1ously
" been discussed. ~If they negate novelty, -
e .. . they support the conclusions of 1nva11d1ty, o
e . . if they do not, plaintiffs' conduct,
Lo ioo L however denomlnated was 1neffect1ve and
'therefore harmless.”_- . ¥

_DX 8 and DX 23 Wthh B T alleges:were "publlshed" :7fff;”‘”'

li)Slnce the 1ssue has been ralsed however, we w1ll e

dlscuss 1t as presented by B T : In order for thls argument e

to succeed both of the follow1ng must be establlshed

'ﬁlj}That Mayes et. al Were under an obllgatlon

'_}_glefgnp?ip,;to c1te these references to the Patent Offlce,_

W&fassumlng that the1r ex1stence as ”publlcatlons"=fv

'adiﬁnas known | : _h _. .._. ._.Hl_

-cifﬁzghiThat Mayes et al knew or should have known .
| ?iisthat these reports were ”publlcat1ons” prlor

4ﬂ3{fto September 30 1959 [1 e , | year before '




g;the f111ng date of the Mayes et a1 patent
:ﬁappllcatlon), yet they 1ntentlona11y or reck-h':
| lessly falled to brlng these references to:h'r
. the attentlon of the Patent Offlce E |

If elther of these p01nts cannot be supported

o f_'B T's argument must fall._If there was no duty to

'_;Hdlsclose to the Patent Offlce the fallure to do so :Whether._;[
'llntentlonal or acc1denta1 cannot be con51dered a fraud ey
Pvaen if there were such a duty, a fallure to dlsclose .

”:P.because of good falth 1gnorance ef the facts cannot be-;d;h':a
.'con51dered fraudulent conduct._bi”a L | -

e B'T's argument fallsuon both grounds.hi%i

R Mayes et al. dld not mlsrepresent any fact to the j:

:-Patent Offlce durlng the prosecutlon of the Mayes et al |

patent. All of the allegatlons made were true -and even B T

. has not alleged otherw1se.u_The aff1dav1t under Rule 131

fh whlch merely shows a completlon of the 1nvent10n prlor to the:

{fpublrcatlon date of a reference c1ted by the Patent Offlce,'

_contalns no allegatlon that Mayes et al knew of no other'f“

'Y,'greference w1th an equlvalent dlsclosure of an earller date

'”Q;nor do the rules of the Patent Offlce reQU1re any SUCh

"Pfallegatlon The questlon whlch really underlles the 1ssue,htr

L 15 the obllgatlon of an appllcant for a patent to dlsclose

'“Tfaghls knowledge of the exlstence of references not c1ted by

"the Patent Offlce whlch may p0551b1y be pertlnent to the f7”'

‘-g'prosecutlon of the appllcatlon The law on thls p01nt




gffls that‘_w1th the exceptlon of references dlsc1051ng

”7jfthe 1dent1ca1 1nvent10n (1 e.,_references whlch ant1c1pate

'r*hthe 1nvent10n), an appllcant 1s under no obllgatlon,_legal

hfor equltable to c1te references for con51derat10n by the

| f.Patent Offlce Wen Products, Ine} v. Portable Electrlc

'd-Tools, Inc , 367 F 2d 764 767 (7th Clr. 1966),_Adm1ra1

L 11961) An appllcant's duty to dlsclose references whlch

"l~tant1c1pate h15 1nvent10n arlses by reason of the oath whlch

’fj“Corp . Zenlth Radlo cOrp.,_zgﬁ F 2d 708 716 717 (lOth Clr

4he must make under 35 U S C §115* that he belleves hlmself

‘the or1g1na1 and flrSt 1nvent0r Unlted States v. Standard

“}jfiﬁlectrlc Tlme Co ; 155 F Supp 949 951 (D Mass. 1957)

T{Obv1ously, 1f he knows of an antlcrpatlng reference, he

'7ﬁidcann0t belleve hlmself to be the flrst 1nventor and therefore

"'E.V101ates hlS oath An appllcant is" under no obllgatlon,

.fzghowever, to dlsclose hlS knowledge of references whlch mlg

"'5-be con51dered suggestlve or pertlnent (but not antlclpatlng)

‘ffjf1957), appeal dlsmlssed 254 F 2d 598

'”-hby the Patent Offlce As the Court sa1d 1n Un1ted Statesr.'

Standard Electrlc Tlme Co 155 F Supp 949 952 (D Mass

Vf-"There has been no show1ng that under _
.. any statute, or rule of the Patent Offlce,
o profe531ona1 custom, or canon of ethics" o
- there. is any explicit or. implicit obllgatlon i
'VZQ“restlng upon an appllcant for a patent of hlS SRR

e

fe i "The appllcant shall make oath that he belleves hlmself

' to be the original and first inventor of the process, machlne;f:__
‘manufacture, or composition of matter, or improvement thereof,
for which he solicits a patent; -and shall state of; what :

- “country he is a citizen. **?*V,_-=




5011c1tor ‘to dlsclose to the Patent Offlce all B
- the’ ‘material which he has used in evolving =~ @
‘the invention he claims. Cf. Becton Dickinson
- & Co. v. Robert P, Scherer Corp., D.C.E.D. Mich.,
106 F.Supp-. 665 674 675 aff;rmed 6_C1r_ 211 =
F Zd 835.<7 s Rl T 'ff'uﬂ-ri'”‘”

The appllcant s obllgatlon under 35 L
U s. C. €115 and under former Rule 46 was to . .
- state whether to the best of his knowledge f.

_ _7 and belief the invention has. been described in -
oany. prlnted publication.. Of- course, a putative
inventor must disclose any prlnted publication-

- which he. either knows or belleves ‘describes.
~ . the very invention claimed.  United States v.
- :-American Bell Telephone Co. , 128 U.S. 315,
'{ 355-356, 9 S.Ct. 90, 32 L. Ed 450, More than
‘thls "if he knows of a prlnted publication. Wthh
plalnly describes his cldimed invention, or comes
50 ¢lose thereto that every reasonable man would -
: say the invention claimed was not original but
~ had been . ant1c1pated then regardless of his
personal view that he is the original inventor, -
““he will mot be excused- for his failure to = -
”_ disclose his knowledge But the applicant
"has no duty to cite eVer17PUb11catlon of which
“hé knows, or which he has-used, merely because. -
~the publication is ofne llkely to be Teferred - - .
to by a vigilant examiner in the Patent Office, . -
-“-or by a rival in an interference or other =~ - -
.proceeding. It is not the object of the quoted
"‘statute or rule to supply all available evidence -
"to the Patent Office, or -to force the applicant. . .
to set up what he regards in-good faith as straw e
“meén which he reasonably and:in good faith - .-~ .
belleves he can knock down " '(Empha51s added )

Mayes et al were under no obllgatlon to brlng any

1'7ffl3references to the attentlon of the Patent Offlce unless the

';-hhreferences were ant1c1patory - For thls reason they

'"“fﬂcannot be con51dered as hav1ng done anythlng 1HGQUItable in:

'”'fgjconnectlon w1th the prosecutlon of the patent appllcatlon

f'even 1f they knew that the reports in questlon were "publlcatlons”

”w1th1n the context of the patent law The latter p01nt




'"7f'however, 1s also cruc1a1 to B T's argument and cannot be jf'*"””"”

_supported from the ev1dence B T assumes that merely because

3ﬁ'f hese reports were in- ex1stence and because Dr Mayes knew F**'

: of the1r ex1stence, the reports automatlcally became legal

b""publlcatlons" ' It should be noted that when 1ssued h .
"reports in questlon d1d not have the characterlstlcs typlcal

of most prlnted publlcatlons, i, e, books, Journal artlcles,

T;prlnted pamphlets and the 11ke Wthh are w1de1y dlstrlbuted

in great numbers Rather, the Un1Ver51ty of 1111n01s reports R

in questlon were c1rcu1ated only among a small group of
.h_1nd1v1duals and organlzatlons named on the c1rcu1at10n 115t

'pfat the end of each report Under 51m11ar c1rcumstances,

'Lfdfreports of thlS type have been held not to be ”publlcatlons" .”-ﬂ |

_'even though there were no restrlctlons on the c1rcu1at10n

g'and the reports could well have been avallable to the general

dpubllc See Ex parte Su0221, 125 U S P Q 445 447 (P O Bd

'”At best, even assumlng that there was no_
;1 prohibition against the -author.of the report;:
o .7or the named or other official rec1p1ents of -
. copies thereof, from giving copies or 1mpart1ng
-~ information contalned 1n said report to-others. -
-who would be classed as the-public in-general;.
. -this would be merely permissive and would not '~
" show unequivocally that there - was:in fact any . - -
~"publication of the report on: the July 15, 1953~ .
"}gdate ‘here of concern " (Empha51s added ) ”»}”; 'jf

'*szbAlthough Dr Mayes knew that these reports had

been prepared 1t cannot be sald and 1t certalnly has not f""

been demonstrated that he knew or should have known that




they had achleved 1ega1 status as ”publlcatlons” at the-t

t1me the aff1dav1t was made Accordlngly, B T s argument

d”falls on 1ts second cr1t1ca1 part that of show1ng that Mayesfeb:

fdet al had knowledge of the facts at the t1me thelr allegedly

’f}ifraudulent conduct occurred

Although B- T further alleges that the Foundatlon s o
-Tcounsel ”knew of these earller publlcatlons whlch Mayesi |

'VT'could not have sworn back of”, thlS 1s not true,_and there o

F'has been no ev1dence offered in: support thereof

: o B T's argument on pages 25 and 26 of 1ts br1ef
.:fthe effect that Dr Mayes admltted he could not swear back
"of Isbell's 1nvent10n, appears to be a dellberate attempt

'“, to - mlslead the Court ' At no tlme has Dr Mayes alleged that

'ifhe made hlS 1nvent10n prlor to Isbell or that he had no

'-'knowledge of Isbell’s 1nvent10n The issue is not whether

the 1nvent10n of Mayes et al. preceded that made by Isbell

but whether the Mayes et al '1nvent10n was made prlor to the o

“gpubllcatlon c1ted by the Patent Offlce ; The fact therefore, fjafbf

'ﬁ’:hthat Dr Mayes admltted that Isbell s 1nventlon preceded hlS

*fls 1mmater1a1

The prosecutlon of the Mayes et al patent can

4‘-3g_ under no stretch of the 1mag1nat10n be con51dered as constl— h5

1.tut1ng a fraud 1n the Patent Offlce, because

'U_]e.fi;; Although Mayes et al knew of the ex1stence

'-:i.of the prlor reports there 1s no ev1dence ff‘f{f.-.;'

"“tﬁ that they knew or should haVe known that




jfﬁfthese reports

f'lflﬁev1dence that

'if{any knowledge
:fﬂifeicat1ons whlch'

'ﬁlnqulre as to

jﬁZ;fhEven assumlng

-”ﬁ'these reports

..ﬂh,whlch has not

Tlﬁﬁ;no obllgatlon

.lh-not d1sc105e the1r 1nvent10n An aPP11Cant‘f'*““ o

:ffas "publlcatlons" ; There 1s further no

had achleved legal status

the Foundatlon s counsel had:{”;l;;'

whatsoever of these publl-'

mlght have created a duty to

the status fiffﬁ?

:that Mayes et al knew that

were "pub11catlons" (a fact

been demonstrated), they had-t

to convey thls 1nformat10n to"';

Hfﬁthe Patent Offlce,.51nce the reports d1d .*“m”v ‘

:fffjcannot dellberately mlsrepresent facts to'

o the. Patent Offlce, but he has no duty to

S ffcall attentlon to outstandlng PrlOr art-

-*_]__w1th1n hlS knowledge unless such prror art

”‘jconstltutes an ant1c1pat10n of the 1nvent10n

THE OTHER CATALOGUED CHARGES DO NOT INVOLVE THE FOUNDATION

No purpose would be served by the Foundatlon s_q"

-vV-f;;alleged mlsmarklng,.alleged

_,;answer to those charges made solely agalnst JPD Such assz?

personnel raldlng and alleged

-~ JFD- customer practlces other than to state that the ev1dence ;{'”
'ﬂ'V,adduced by B T does not support the charges agalnst JFD
s fFurthermore there is- absolutely no ev1dence tylng in the ﬂ.

;hj_Poundatlon w1th any of the accused actlons by JFD.;




B T apparently recognlzes the def1c1ency 1n 1ts

'ffproof 51nce 1t devotes pages 33 36 of 1ts brlef to an attempt L

”ha{to prove that the Foundatlon "15 not a mere llcensor”'d'The;e:l-d:”

'lf-ev1dence, however,'establ1shes that although the Foundatlon o

-::mlght have not been "aloof” (Brlef page 36), 1t Was never-h'
theless only a llcensor in 1ts relatlonshlp w1th JFD and

'—71B T's arguments and purported ev1dence prove nothlng to the

{_contrary. ?f-;lhe‘;'d'
' B T alleges that a 11censor "does not permlt 1ts-f-f

',name to be used for advertls1ng”, but glves no support for L

""thls statement Although the 11cense agreement w1th JFD

| ' prov1ded that the authorlzatlon to use the name of the 9_1:"

"7_fUnlver51ty of IllanIS or the Foundatlon 1n JFD'

'="advert151ng would not be unreasonably W1thhe1d there.rs-fr =
rmnothlng 1n thlS prov151on that would alter the relatlonshlp.
.of l1censor and l1censee Whlch ex1sted between the Foundatlon"'
"and JFD : The Foundatlon played no’ actlve role 1n any of the

act1v1t1es carrled on by JFD 1n 1ts bu51ness and 1ts only

'“t_connect1on w1th these act1v1t1es was superv151ng the manner |

""iln Wthh reference to the Unlvers1tY and to the Foundatlon ‘:h'h'

..'iﬁwas made in JFD'S ads (Tr 1166)

| The other act1V1ty about Whlch B T complalns as.ai”
':1nd1cat1ng the Foundatlon Was somethlng more than a 11censor, ;7

is the 1ssuance of news releases concernlng SUltS agalnst

hh:~1nfr1ngers of the Foundatlon patents | As prevrously drscussed""




cooin thlS brlef however, such news releases are perfectly

Vﬁ*rproper and do not suPport any conc1u310n that the relat10nsh1p757h'y

.:hr;fof llcensor 11censee between the Foundatlon and JFD was‘j"‘=
fchanged to that of partners or co- consplrators, as B -T would‘
uiflhave thrs Court belleve. * hn_=- i .th ; h_._.‘i._. :
S Slmllarly, the affldaV1t flled on behalf of Mayes
;et al durlng the prosecutlon of the Mayes et al patent wasrhr
-perfectly pr0per as prev1ously dlscussed The ev1dence that &
S the Foundatlon trled "to obtaln patents for use.as weapons  j.h3
:by a 11censee through any meanS,_foul or’ falr, in the Patent B
f'Offlce" exlsts cnly in B T's 1mag1natlon j | : .
i There is no ev1dence whatsoever that.JFD ever af“ﬁ”
h'hn;con51dered the Foundatlon to be anythlng other than a llceneor, |
:~Tr‘regard1ess of B T's allegatlons on pages 35 and 36 of 1ts .
‘ﬂbrlef The manner ‘in Whlch JFD regarded the relatlonshlp .
'between the Poundatlon and JFD 1s qu1te eV1dent from the |
4follow1ng portlon of the dep051tlon of Mr Ernkel (st42,_h
__3_.'_"_page 20) o _. e B " L
| e
S youT relatlonshlp with any of the - -
“University or University Foundation =~ =
* people, Professor Mayes and others_-:

# . :as-something more intimate than. ' /-
e jJust a bare llcense arrangement? R

”fa-"fi"A?rfAb501utely n°t
Q. You did not?.

Mif:fﬁﬂ;;“lt was. strlctlY 11C9n51ng i
-k-’:“.arrangement. . '

The fact that each of the Foundatlon and JFD may;af"'

e 1ndependent1y have had a common 1nterest 1n 1nsur1ng the ifihe;e




"7,econom1c success of the 11cen51ng program hardly constltutes'f'_“

“l:thelr relatlonshlp as anythlng more than that of 11censor_f;;f:'
‘['and 11censee | S | o -

In summary, B T has not. supported any of 1ts

'-ugrallegatlons There 15 no eV1dence to support any conc1u51on

o that the FOundatlon was’ anythlng other than a 11censor,n}_

paloof or otherw1se, or. even that B T Was "mortally 1nJured""
. aby any of the actlons of JFD or the Foundatlon alone or 1n-fpfﬂ

| concert h The fact that B T s, commerc1a1 antenna program was

' ”'not successful could be attrlbuted to any of a number of

':-,reasons.x There 1s no ev1dence that thrs fallure was due to

f,any actlon of JFD 1et alone any act of the Foundatlon

o -;.6:.' ‘COMMENTS ON B-T'S SUMMARY OF THE LAW OF UNFAIR

COMPETITION AND ANTITRUST

We have no quarrel w1th the dlscu551on of the lawlﬁ
:{of unfalr competltlon and antltrust Wthh B T has set forth

L on pages 37 44 of 1ts brlef B- T however has not - shown fi
.7fthat the factual s1tuatlon of the present case corresponds.p-'.

_even remotely to any of the 51tuat10ns in: Wthh 11ab111ty

TTH_was found 1n the c1ted cases. B T has merely shown that _3J

.”ﬁaﬂ?certaln 1solated facts whlch 1n the context of the'C1ted

:ffgidec151ons tended to strengthen the ev1dence of the ex1stence ff

'"1fof a consplracy or’ some other v1olat10n glVlng rlsento;_,

Tllablllty, also ex1st in’ the present case._ We do not questlon .::;

:;for example 'that 1n a 51tuat10n where substant1a1 ev1dence S

*:hyﬁof a consplracy ex1sts,ta pattern of acqulrlng all 1mportant




'“Eﬂpatents 1n'1ts f1e1d as 1n the Kobe case ;15 addltlonal

'eV1dence of a Vlolatlon of the antltrust laws Slmllarly,.'u
”'ffﬂoverstated patent marklng or. representatlons of non ex1stent_' o
7T1;patent protectlon, 1n a proper 51tuat10n, could well be fhhf”‘

e addltlonal ev1dence of unfalr competltlon ThlS is not

'to say, however that an 1nnocent mlstake 1n patent marklng

or a truthful news release concernlng patent 11t1gat10n or"

lhﬁ_any of the other 1nd1V1dual factors Wthh B T refers to

"fln the 1nstant case establlsh a consplracy As the Court

5.sa1d 1n the Electrolux case c1ted (Brlef, page 37) by B T

_;an actlonable case of unfalr competltlon or antltrust v1olat10n
“does not depend on- the presence or absence of any partrcularma

"Hlnd1v1dua1 actlons, but rather on the entlre plcture whlch T'

"rhdevelops from the ev1dence : It 1s therefore really

hj“p01nt1ess to con51der 1nd1v1dua11y the cases c1ted by B T

relatlng to the perlpheral factors Wthh may tend to e

”strengthen the conclu51on that a consplracy ex1sts.

In thls case there has been absolutely no: erldence':
7h:fof.a consplracy between the Foundatlon and JFD. AnY mlS':;Ld
;“fygtatements of fact in JFD‘s advertlslng were elther good - .
:F_falth mlstakes or non- actlonable ”Pufflng” '.Further _as_dh*:
'ta:we have prev1ously shown the news releases concernlng
Tidlltlgatlon 1nst1tuted by the Foundatlon were perfectly

fjproper, 51nce as B T concedes there 1s'"noth1ng 1mproper 1n' T

:'brlnglng 1awsu1ts agalnst 1nfr1ngers" nor 1n truthfully

;fff*reportlng thls fact to the trade “ We mlght add that s




1Pthere is"also nothing:improper”inhthreateningfinfrinéersf

"K'W1th su1t prov1ded thlS 1s done 1n good falth There 15,.:

"'H:_no ev1dence shown of any threat made by the Foundatlon

R agalnst an 1nfr1nger Whlch d1d not. have a flrm ba51s

'f_In fact most of the threats made by the Foundatlon haveﬁf.:

S ;been subsequently followed w1th the 1nst1tut10n of lltlgatlon. a

T, INFRINGEMENT OF BLONDER BT AL PATENT 5,259,904
. The ba51s on Wthh B T alleges that the Foundatlon
".has been gu11ty of 1nfr1ngement of the Blonder et al patent

3, 259 904 1s obscure partlcularly 51nce the uncontradlcted

"“;.ev1dence 1s that the Foundatlon does not make or sell any

"hcommerc1a1 antennas (Tr. 1168) and therefore has not commltted_hf'uf

o hany acts. Whlch could be con51dered 1nfr1ngements of thlS;"..

"idpatent~ The only connectlon which has been demonstrated

"1n thls case between the Foundatlon and JFD and whlch the

dFoundatlon concedes, 1s that of 11censor and 11censee B T_}_-h

"3t,ahstates no facts or c1tes any law Wthh would support 1ts .

' rcharge of 1nfr1ngement agalnst the Foundatlon

On page 54 of 1ts brlef B T states that "each of h-lbb”

”3ffJFD and the Unlver51ty of 1111n01s Foundatlon have recelved;fih'

5df1nanc1a1 return for use of the Blonder Shenfleld 1nventlon'hf

'1n the changed llne of JFD antennas and are 11ab1e to B- T

for damages "o If thls 1s “the ba51s for 1ts charge :1t is af” R

i ixb]complete non sequ1tor | ThlS statement presumably refers tob

f_fthe_fact that,JFD,_l;ke_everyaother_11censee,,pays,royaltynﬁ';




dhffto the owner of a patent under"whlch it is llcensed LToi;IdIT.TTE‘T”'
h;:the extent of 1ts royalty 1ncome,hthe Foundatlon does,tln
Tihfact,_recelve a f1nanc1al return from the sale of JFD antennas
?70211cen5ed under the Foundatlon S . patents ' The royalty,_however,'fi:d:

| Iarlses from the use of the Foundatlon s patent by JFD and "

lnot the use of the Blonder Shenfleld 1nvent10n even assumlngﬂ';
”Z”if.that JFD's products 1nfr1nge the Blonder et a1 patent o

a“nwhlch has not been establlshed by the eV1dence 1n thlS case.:'
_The allegatlon that the Ilcensor of a patent 15 Ilable for :
fnthe 1nfr1ngement by hlS 11censee of a patent to a thlrd

lparty because of hlS recelpt of ”flnanc1a1 return" in the
‘-;form of royaltles 1s a novel argument Wthh not unexpectedly;
'WB T has not supported Wlth any Iaw ' The argument 15,_g"

'of course, w1shfu1 thlnklng by B T whlch haS no support o
‘dln fact or law and Wthh 1s clearly 1nsuff1c1ent to establlsh 'f
Jany 11ab111ty to B T .on the part of the Foundatlon. - .
5%; FOUNDATION IS ENTITLED TO AN AWARD OF ATTORNEY'S FEES

IN DEFENDING AGAINST COUNTS I ITI AND III

- The charges of unfalr competltlon, antltrust fraud

ﬂ?dppatent 1nfr1ngement etc Wthh have been made by B T 1n |
mhd-?Counts I II and III of the Counterclalm agalnst the Foundatlon
'%fffare unwarranted and utterly w1thout any ba51s, as an. ana1y515.
hof the "ev1dence" presented by B -T 1n support of 1ts counter—”h'
'”;ff tlalm Wlll show Not even a sc1nt111a was dlrected to any
,:1mproper act1v1t1es of the Foundatlon in 1ts 11cen51ng relatlon;pp

5fsh1p,w1th JFD Whlle the lack of support for B T S charges




“wt”was partlcular1Y flagrant 1n the count relatlng to antltrust

"fhlaw Vlolatlon,* 1t is also ev1dent in the charges of unfalr '

.Ef:f:ZSS F Supp 67 74 (1965) dec1ded by thls Court

.:competltlon and patent 1nfr1ngement :
Whlle the general rule 1s that each party must

' Tfpay h1s own attorneys' fees,_federal courts as- part of thelr'

-,hlstorlc equ1ty Jurlsdlctlon have awarded counsel fees agalnst_s':'

: va: party gullty of fraudulent groundless, oppre551ve,.or

:gvexatlous conduct The C1rcu1t has adopted thlS pr1nc1ple

__p-As stated in the case of In Te Schwartz 130pF.2d 229,.232-
(7th Clr :1942) | - I e

';jl"In actlons at Iaw, costs follow ‘the ; :
“:result: as of course, but in equity costs.
- mnot otherwise’ governed by statute are _
©'given or withheld in the sound discre- -
. " tion of the court according to the B
. facts and circumstances of the case,
'_.=Kansas City So. R. Co. v. Guardian’
.- Trust Co., 281 U.S..1,.9, 50.5.Ct.
194, 74 L.Ed. 659, and may be assessed
aga1nst a party found to have. brought
pgroundless and unwarranted clalms o
‘causing expense to an estate, Guardlan
" Trust Co. v. Kansas, etc., 8 Cir.,. 28
~F.2d 233, and Sprague v. T1con1c.' R S
.. National Bank, 307 U.S. 161, 59 §. Ct B
'%T777 83 L Ed. 1184 ' o

L

i_See also Contlnental Can Co v- Anchor Hocklng Glass Corp

The 1rrespon51ble charges by B T in th1s case have

'ﬁ_ffput the Foundatlon to unnecessary expense Accord1ngly, an ] o

\'T

'"mu* See the colloquy of the Court at pages 999 1001 of the_'
~transcr1pt.-r~__l__”w - _ s ,




'5;;f0£ Counsel
'”ﬂCharles-J. Merrlam L

'_" 30. West Monroe Street S
".'Chlcago, 1111n015 60603

'faward of attorney s fees to the Foundatlon under 35 U S C

3 285 15 proper and Just under the c1rcumstances._¥fhg”;;ﬁ o

“7_;9;;“ CONCLUSION

Short of supportlng B T‘s allegatlons of a con—.

.'Fsplracy.to v101ate the antltrust laws and to compete unfalrly.
X Bw1th B- T and of 1nfr1ngement of B T‘s patent the ev1dence in
'B:;thls case. establlshes only the ex1stence of a conventlonalr
"rppatent 11cense agreement between the Foundatlon .as: 11censor

: and JFD as 11censee There is’ no ev1dence of any concerted
'S'actlon by these partles whlch could even remotely support

.,the allegatlon of a consplracy Accordlngly, B T's counter-l_”
'.tclalm agalnst the Foundatlon should be dlsmlssed w1th an h-*

;.award of attorneys‘ fees and costs to the Foundatlon r"

Respectfully submltted

L_).%L A }mea,el |

'30 West Monroe Street

Chicago, Illinois 60603tha S

(312) 346-5750 e
 '] Attorneys for Plalntlff3 o

L .

Merriam, Marshall, Sheprro a Klose_ B
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