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IN SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT - -

Defendants have falled to present any sound reason why
'I'pla1nt1ff s motlon for a summary Judgment holdlng the Isbell and

patents in suit 1nva11d should not be granted * Eveﬂh“

'Ifﬁh.admlttlng all of the facts in the fact show1ng accompanylng defen-

:I::ah'dants' OPP051t10n to plalntlff's motloﬂ, Plalntlff is clearly en-

;':tltled’ as.a matter Of 13“. to the requested Judgment of 1nva11d1ty'W‘

f_of both of those patents.' The absence-of any materlal issue of:fact

o and the controlllng law requlrlng such d15p051t10n of- the motion are

'”;explalned in deta11 in. the succeedlng sectlons of this brlef

'f.* Only the Foundatlon defendant Tias opposed plalntlff s motlon.“
.Therefore,.in this brief, it should be understood that all
. referencesuto_ﬂdefendantﬂ are to_the Fouhdat;on defendant.
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ISBELL PATENT NO. 3,210,767%

- Invalidity of Isbell patent No. 3,210,767 is predicated
;:by’plainti£f on~pub1ication'of the patented inventidn mere than one.

yedr'priorvtc“the'application for patent, .in contravention of 35

© U.S.C. 102(b). Such premature publication, in the form of PX- 4*”

 (feféerd;to by defendaﬁt asi”Q.E;R. 2”)2.hgd two facets:
'x(a)'favailabiliéy.of ?X~4 fo the‘pgbliq in the.”Local Librgry,”
.Eléctrical Engineering_Department, University-df Illindis;
:aﬁd_ | |
(b)‘_availabilify Qf.exfra cdpies'of PX;4-to the public, for

_ thé:asking;'at the "Publications Office,"” Electricél .
1hng1nee;1n0 Departnpnt Unlver51tf of Illin01s

Either facet _alone, is enough to rendér the Isbell patent invalid

as a-matter of law.

% . Since the filing of plaintiff's Motion for Summary Judgment,
this same Isbell patent has been held invalid in view of the,
prior art by Judge Stephenson, U.S.D.C., S.D.Iowa, in The

" University of Illinois Foundation v. Wlnegard Co. (Civil Action
"No. 3-695-D), in a Memorandum Opinion dated June 23, 1967, .
supplemented by an order of July 18, 1967, od1fy1nw a detail
of the Memorandum Decision, but not the result Plaintiff in
that case has filed a notice of appeal.

‘%% The sufficiency of the disclosure of the Isbell invention in
this report is established by the Stlpulatlon PX-C and has not
-bcen challenged by defendanu




ﬂéacet'(a}_

| | Defénéant’s oﬁly fact{shbwing relative to the grouhds”for
":iinvalidityzof the_Isbell-ﬁatent is an affidavit of Hérold B,.Lawler
: t(Déféhdant's Brief;prpehdix.Aj, which does not contradict any fact
relied upon by plaintiff to establish faéei REE ébove and asserts
additional facts relevant only to facet (b], as dlscussed below.
Nothinc in that. Lawler af11dav1; even mentldns the avaﬂlabzllcy of
.at least one copy of PX-4 in the ”Local lerary” by April 30 1959,
or even 1mp11es that it was not avallaole there on that date ®

The availability OE'PX-é to the public,-as well as to

‘ stﬁdents and faculty of_the University of Illindisy in the "Locai__
Library" is established by theKStipulatién PX-C, by the affidavit of

',Ma:jofie thnson (PX—D)5 and by the deposition of the same Haroid_B.

._'Lawler”{PX-E) and stands unchallenged. :The uncdntradicted evidence
~ of such.aVailability is detailed on pages 26E31'of'plaintiff's'prior
“Memorandum filed with its motion and. is positively corroborated by

~the oral testimony of Johnmson and Lawlef in the Winegaﬁd'suitﬁ(PX-DD'

S

% Note that paragraph 11 of the Lawker arfidavit, submitted as
Apbendlx A with defendant’s brief, refers only to a few specific
~copies of PX-4 "“distributed to several individuals and organi- "
‘zations on the campus' ‘about the time copies were alscv;butgd
to the sponsoring agency (May 5, 1959) and not to the earlier
avallaolllty of that report in +he "Local Library" from April 30,
1959, when copies were in the possession of the Librarian of ‘that.
- Yibrary, Miss Marjorie Jchanson, as stipulated in PX-C. Also note
. that paragraphs 6-10 of that affidavit yefer only to a 'policy!
on the availability of "extra copies' for distribution ocutside the
E. E. Department. Obviously because he could not honestly do so,
Lawler did not deny the availability ¢’ a copy or copies of PX-4
-in the "Local Library' of the E. E. Department for rerefence or
;_borrow1ng by gnyone on and after Apr11 30, 1959 o
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*ﬂfand Pk EE See partlcularly, PX- DD p- 11nes 8- 14, and PX EE

1ﬂp. 676 11nes 20 23) As to-thatievidence there is no factual

f-1ssue, materlal genu1ne”'or any other kind"

| Defendant even agrees with plalntlff s "descrlptlon of

eithe 'Local lerary“", notlng only the fact (not in dlspute) that
“”dﬁlts 11brary character.”had no 0ff1C1a1 status as a Un1verszty R
T:f?thlbrary" (defendant 5 Brlef, D. Gj;h 0bv10u51y; the function and
;favallablllty ef the 11brary are contrelllng, as’ defendant also:
'”ﬂfseems.to admltlln;the same paragraph.of its brlef. "

”tNone-ofdthe decisions on "publication” referred-to in

i;defendant 'S brlef stated whether publlcatlon results from dep051t

ﬂlln'a 11brary- All of those dec151ons and the dlctlonary deflnltlons

?acases-p Defendant, 1tself has admltted thls in 1ts brlef (pp
]314 15), statlng-- ‘

.d’r"Thus, the deposit or flllng of “a copy in a library = -
"”_15 sufficient publication, ;since the publisher re- -

_ llnqulshed control of at least one copy, intending
i ‘that copy to be avallable to the publlc.”'

‘_dant argued that there is no. ev1dence that the wrapped packages

¢
"‘g;under the 1aw.. MlSS Johnson was the lerarlan of the ”Local

'Jwilebrary," and she was in actual posse551on of the ”Local lerary

:'. i

"”f;;fcepy.*ﬁ' As held in: Gulllksen v. Halberg V. Edgerton v. Scott,

o A complete dlscu551on of thlS polnt is contalned in plalntlff'
’f@.maln Brlef at page 38.,_7 S R IPL E T o

—p

fJC1ted by defendant must be dlst1ngu15hed from the llbrary dep051t d;

In ‘the. paragraph brldglng pages 6 7 ef 1ts brlef defen-h*

"f”of PX 4 were unwrapped or physzcally addedxto the "Local Library" =

.”i“”flles or. dlsplay rack unt11 after May 3, 1959 That is 1mmater1a1 E




fﬁ{.75 USPQ 252 (Pat Off. Bd. App., '19373,'it ia the'library receipt -

' ff:'date of the document that controls, and--'f

:'__"the datcs when the same was: bound or 'indexed is of no
importance for the thesis became available to the publlc
as soon as recelved in the llbrary.” :

‘7fd'Moreover, as explalned in the Johnson affldaV1t [PX D par. SS(b)],

'f ;reports recelved from the prlnter would have been locally dlstrlbuted

"’h'dby Aprll 30 1959, and must have’ been unwrapped for that purpose

Thus, no fact necessary to. establlsh publdcatlon by

. :dep051t 1n the "Local lerary" prlor to May 3 1959 is lacklng

VU:from plalntlff's fact show1ng, and defendant has ralsed no 1ssue

ifj'elther as to any such fact or as to the app11cab1e pr1nc1p1e of law.

""-Even the cases. c1ted by defendant on grantlng SUmmary Judgment in’

e ;patent cases conflrm plalntlff s rlght to a summary Judgment of

'Lflnva11d1ty when, as here the controll1ng facts are not in’ dlspute,

— et

”h‘are clear, and therefore, requlre no: anterpretatlon by expert'-_
'tiitestlmony Accordlngly, a declaratlon that the Isbell patent is S
1nva11d for premature pub11cat10n W1th1n the meanlng of 35 U. S C.
-r_{102(b) seems to be requlred by all appllcable precedent B

.':Facet (b)

Defendant's attack on plalntlff's motlon, as far. as the‘h.
'“Isbell patent is. concerned 1s restrlcted to the facts 1nvolved in
facet (b) of the matter of premature publlcatron. Slnce‘the un- -

h'dlsputed facts of facet (a) are alone sufficient" to 1nva11date

"the patent under the law acknowledged in the above quotatlon from

5_ defendant s brlef the facts of facet (b) become 1mmaterlal How—f

'ever, we nevertheless w1sh to make clear that there 1is actually no .

genulne dlspute as to any mater1a1 fact 1nvolved in facet (b)




YL

 .The Lawlef.affidévit 5uBmitfed1bf'defeﬁdént was draftéd.
to glvc an éppe&rance of contradlctlnc_materldl facts vellbd.upon_..
.by plalntlff However, 1t does.not acﬁually raise a ﬁdtcrlal fact
Tisgue,-as mtht appear at flrst blush. A_number of ;ircumstancés'
" mak¢ ﬁhis Clear on:careful.analysis; -
| Paraéraphé 648-0f‘ihe.Lawler affidavit'explain a ”poiicy”‘
"_ioz unfestrlctcd ava11ab111ty of research feports after malilng 0;
fhe :eports ﬁp:thesponsoring égency. The Lawler affidavit then
:attempts:ﬁo imply, withoqt‘stating.it:as a'faCt, that'distfibutién
 §£.¢ktré:¢6pi¢s'pr10? £osﬁchlmailingswéulﬁ have been in ViolatiOn
lof'somé_ﬁnstatéd'éxténsioﬁ.of ﬁhatpdiicy3._Neither the Lawler
.;éffidavit;nor defehdhnt's'Brief dared;go'so.faf as to aliege an

established policyfégainst freely‘diStributing»”extra copies’ of

.éuch3repofts‘before mailing them to the sponsqring'agency.
Wlthout statlng a;flrmatlvely that requests for such
'_reporus from members of the Unlver51ty {aculty or. student body or_:
‘fthe'general-public.would-be refused, thbse paragraphs-actually
'_state‘only'thatf- :

ﬁTheféwwaé no established policy'Whiéh'permitted
‘premature distribution of research reports, and

no implication that permission for premature
distribution of copies to anyone outside- the

Department or the spomnsoring agency‘would be
granted ‘in. any particular case.

The affidavit does not state that there was a policy of restricting

rclease of extra copies; nor does it 'state that copies of such re-""

" search reports were not in fact distributed by Miss Johnson to any i

. responsible persons asking for them from the déte'they were

.:‘6;:




- phySicaily available (April 30, 1967, in the. case of PX-4}, so.
'°u10ng as the-supp1y of‘ektra CC?iGS'WOuld permit; nor does it state
‘that Miss Johnson was éver informed of Lawler’'s implied limitation

on free distfibution,of reports. Most important, the Lawler

taffidavit;doés not state that Miss Johnson ever observed any such -

implied iiﬁiﬁatioh og;the admittedlpolicy of freely distributing
.report$: | |
| lLawlér coﬁld ﬁot have ﬁad anything more'sgbstantié@ithaﬁ_.l
',aﬁ opinion as_to how.Miss Johnson actually performed her duties,_
aé_dgfendanﬁ;sg;ognsel;écknpwledged(deféndapt‘s Brief,_séntence
 'bridging pp,.859)._ élea:ly, fhe L&Wler affidavit represents a.
= contrived.effdrt to raise a fact issue by im§;idétion aﬁd by
'statingla'COﬁclUSofy.opinioﬁ; while circﬁmventing'the controlling
. facts that'hé-had previously corroborated.
Lawler,gnﬁguivocally testified in his &eposition (PX-E),
_tﬁaf-he had oniy 5émini§trative reéponsibility qu the aiétribﬁtion.
of $ughreprt§,'whereas Marjorié Johnson-had_thé "primary responsi~'
;ﬁ  biiityﬁ:E§X~E,“ﬁ;?£::fings=2f20)§ thaf‘it was cémmon practice to
 £111 reéuéstlfof.cépieS'ffom.privatg-industry (PX-E, p. 24, lines *
15-24); that he di&n'f “know of any case‘thét a'fequest was not
hpnored if a7repo;t waé_évailable”;(PX—E;_p.:Q; lines 10-24);
_that:hé kneﬁ bfﬂnolreasbn why a request_would.be refﬁsed “other:
théﬁ making sﬁré#**that‘wé are'notidistfibuting outside the
;ontinentél ﬁnitéd State§'(PX—Eglp;'ZG, line 13, to ﬁ. 27, line 4];

“and that no restriction had been imposed in this case by the




e_sponsoring agency. on.distribution w1th1n the Unlted States of
”extra’eopies” ﬁfinted et'UrwreTSlty expense (PX-E, p. 5, line 18,
to p. 6, line 6).
Referring to. the processing of research reports_dﬁring :
his direct examination by counsel for the Foundation in the Winegard,
efsuit, Lawler festified'in Court that_(PXéEE,fﬁage 676, lines 20-23)--
"A  Once these were apgroved for prlntlng, they
would be prlnted come back to Miss Johnson's office
and be distributed by her and her staff in accordance
_ w1th the dlstrlbutlon lists she would have."

. Marjorle Johnson -the person who had primary responsi-
 -b11ltY in this area, stated in her affidavit that (PX-D), par. 16) - -
‘”As soo0n as copies of such reports were received
~in . the-Publications Office, the extra copies were

freely glven to any respon51b1e party requestznU :

a copy. '
. And it had been stipulated (PX-C) that the copies of PX-4 were
"all'received by her in the Publications Office by April 30, 1959.

SpecifiCally referring to the reports, PX-4, Miss thnsen

further stated 1n her aff1dav1t [par 35(d) -~

' ”(d) .The extra copies of said Quarterly Enolneerlng
Report No. 2 were available to be’ given to any member of
_the publlc requestlnc sameé no later than Aprll 30, 1559,
- Defendant has sought to mlnlmlze the factual re11ab111ty

of the two 1ast quoted statements from paragraphs 16 and 35 of
the Johnson aff;dav1t by making them appear to be statements of
=0pinioﬁ-rather than statements of fact (defendant's Brief, pp. 7-9).
. Since MiSS Johnson was referring to what was her own practice in

the discharge of her duties, shelobviouSly was stating what was

a fact, tolher direct personal knowledgefo

-8-= ’



Had Lawler later belleved that hlS own dep051t10n ergt

l”;MISS Johnson s‘affldav1t was ‘in. error an any of the foregoxng
:f;respects, thlS ‘could . readlly have been stated in hlS later afflda\rlt=
-fjhsubmltted w1thidefendant 's brlef That was not done.so as to ralse;f.
| f,_”agenu1ne 1ssue for trlal" as expressly requlred by Rule 56(e),1feeh
F R. C P. . | | " | |

| .. Clearlf,.no gagtg have been presented which negat1Ve ﬁf;fd'
ﬁ'ﬁ;fh the - fact ef avallablllty of PX 4 to anyone, for the asklng, onenx
';iprrll 30 1959 The uncontroverted facts are that. Mlss-Johnson,dpp
.'ﬁie as. the person 1n.charge of the Publlcatlons Offlce and lerarlan.
H“‘of the "Local lerary," would have glven a copy of PX- 4 to any
:f.respon51ble c1tlzen asking for- one at any tlme on and after
!Aprll 30 1959 [Aspect (b),'above], in addltlon to furnlshlng the i!;
,_i"Local lerary" copy for reference or borrow1ng by anyone . N
?rf[Aspect (a) above}»d Avallab111ty in e1ther of those ways (1n--

'551aw and the Isbell patent must be 1nvalld for that reason

MAYES ET AL REISSUE PATENT NO Re 25 740

;EJUMayes et al. D1d Not Themselves"'
. . Invent the Subject Matter of the
jfp‘Patent as Requ1red by 35 U.S.C. 102(f)

The maln thrust of defendant S argument agalnst thls B o |

"f{ground for holdlng the Mayes et al. relssue patent ‘invalid is based;"-"E

"”f-upon a complete mlsstatement and/or mlsunderstandlng by defendant

"fffof the ba51c 1ega1:pr1nc1p1e 1nvolved Therefore,~c1ar1f1catlon_of;‘




';fhe‘ﬁrihciple“and.ofitheriimited extentkfo_Which the patent inter-
H‘férehge cases, qit§d bbe$th:parﬁiés, afe éppli;éb1e9seems ne;gséary'
 .wl¢stfthe7Courﬁ b§ mi§1e@;-“ H | | ” |
' The pfingi?le'oh'which this_ground of p1aintiff‘s mofiQn_ 

is based is the most fundamental principle of our patent law,

I8

.némély,'that'one is ehtitleé to a ?étentiforiin invéntion_only.if*“”
:ahé,_himself,_ﬁéde-the.particuiar infeﬁtibnf;iéimed'in the patenf._
If He.di&.nét;:é'patenigrantéd to him fbf'suéh inVention is i§¥:
}?Vélid“by thé express‘terms‘of 35 U.S.C. in(f);<:

R Thé pndispvted facts, shown by the evidence presented

':}Qi#h'plaintiff;s motio?; and,the_abSen;érdf any Shoﬁing'of5ad&itianai

réleVéﬁ?_fgcpg_bj dgfendant, demonstrate.thaf Qhat Mayés and Carréi-

-H'tth?.naﬁed cb;iﬁVenfﬁﬁél:did Te1éfi§e~fo fhé inﬁention claimed in

':;ntheif,yeisSﬁepatéﬁt'qould_nbt constifute:thé_making of that
, iﬁveﬁtioﬁ. fhat!i; ﬁhe dnly_légal'conclﬁSion,peéessary.to'the:

- graﬁtiﬂgﬂbf ﬁhi$ ?art:of:plaintiff?s*ﬁotionf As.wili'appear,'_‘_'_" E
ﬁnothiﬁg £61the.ﬁdn£raf?:in;defendantfs argument and nothing'inl o

the cases cited by defendant is properly appliqable §Q the‘un—_ 

:dispu%éd facts.hlﬁ

By either of twg approaches, the conclusion is in-

'_ cscapablefthat'Mayes;etiai. did ndt make the .invention claimed

in their patent in suit, which covers a particular antenna structuré™
‘capable of different modes of operation. Taking one approach,

the claimed antenna structure was suggested to Mayes et al. by

Turner for use according to one of its inherent modes of operation,

' i.e., the half wavélength.mode_of'the.ﬁrio: Isb¢1I'invention;f B f.$




rfAllfMaYes.et ai. di&{wsssto'determine'fhat the séme'antenna

' structure suggested ey anner was a1so 1nherentiy capaole of
:operatlon on hlgher modes at hlcber hsrmonlc frequenc1es (at.Wthh
[ﬂthe.dnpole 1engtns erennnree helf wavelengfhs{ flve_hagr wavelengths,_
;_éﬁt:;'up fd.nine.nsifeWavelengths or mere--petent'specificaﬁien3i
- px5g,_¢¢1;:1, lines 40-55, and'col. z,siine 57, to col. 3, line*54j;

Thus,llf wayes et al. invented anything, it was only o

';a-new:method_er.proeess of operating:the samésantenna snggested::
'-bleurner; i.e.,_af freQnencies higher_thsnsthose-contenplated
by Tutner. _This.ianlves no new antenna struﬁture;-but only ;fﬁew-
 method.ef=operafing-thesantenna SUQgesﬁed by_Tnfner.s_Howevef,
'-_'Wayes and Carrel never requestcd method or process clalms dnrlng
'.“;the-prosecutnon of their paaent appllcatlon before the PatenLOfflce;;f
- -and their.patent-does.not Fherefore, ‘contain any metnod‘or precess-‘n
_f&igiﬁ.' Consequently, the patent in suit does not . cover a method
"f}of-pfocess but rather, is dlrected only to a partlcular‘antennacju
-structure the-very‘antenna_structuretsugcested‘by Turner: |
Whether or. not the Mayes and Carrel method was patentable was 3
'never determlned by the.Patent Offlce and that question is not
g _here'in'issue | | | o
| Taklnglthe other approach fhe;antenna struetnre.wasn
-'suggesLed by’ rurner Mayes et al. merelysdiscoveredlan a&ditienal
- use for that same'antenna and .therefore Mayes et al. are not |

entltled to a patent on the antenna E r se, which they did not

'”1nvent. .
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both of those two anproaches and the appllcabie law were
':fully deve‘oPed by plalntlff in its prlor memorandum (pp. 51458].“

The,ba51c error into whlch defendant has fallen 1ies

1n 1t5 erroneous assumntlon that grantlng thls part of the motlon
ﬂ”would requ1re proof either--

(a) that Turner, rather than Mayés'et al., was the
o -'inventor of-the_patented invention, or

-_(b)frthat the. 1nvent10n of the pateﬁt was not patentable N
L to. anyone (defendant s Brlef PP 19-22). : R

' The tonclu51on that Mayes et al dld not make the invention clélmed'
in their patent doeé ﬁot depend on prov1ng elther of those prop051-
 tt1ons; .It is 1mmate;1a1},for the purposes of thls part of
.plaihtiffﬁs'motioﬁg whetﬁer the_claimed‘invéhtidh is patentab1é dt
ant, ¢§ whetHertTurh¢r;.qlone, made.tﬁét:iﬁﬁgntipn;or whether tﬁe. 
'iﬁVention.was,made jéint1y7by Turner and-Mayes et al. or by some
.”othet'partyﬁ”ﬁThere is nbpreseht.need.eten;tospééulate as to

* which fothdSe_possibilitiestis_correct,',The"only issue is whether

. br-nét'MaYes_ettal., a15ne;'made the pétenteé'invention.as cléimedf:
'Defgndant.afgues_(defendantlsBrief;.pp..22-24j that}
beCause_Tgrner,:aloﬁé;'has.not bgenﬁéhbﬁn'to bé the invéntof,
_T;Mayéﬁ_etfal. ﬁust.have been" the invéntor,, That'involveé an obvious
1nbﬁ~§équituf.'tThuS ‘the 1nterference cases whlch determine that

A rather than B was an 1nventor a0 bezond what is required here and,
to that'extent .are inapplicable. Theytaré‘applicable only_so far
as they decide ﬁhat does not amount tw the making_of an invention.
j(by B) Whetﬁer'anyOne.else‘(i.e.; A)tﬁight-have made the invén; 

i.ftlon and been entltled to a patent, thereon is wholly 1rrelevant

"-12-




~With the issue thus clarified and the facts and applicablef
“law put back_in’proper.pexSPecfiVe, only a few fuithey comments on -
'”defendant‘s argument. seem to be warranted.

' Defendant has raised only one fact question in its Brief,

i end has done so only by-arguing:the'sufficiency ef"the fact showing -
.dmade by plalntllf (defendant s Brief, p 22) .- No_showing that
'_contradlcts or confllcts in any manner with plalntlrf s fact
*show1ng has been made by defendant ' Thus as far as the facts
are concerned, only the follow1n0 portlonb of defendanﬁ s leef
"d_onLthiS"part'0f=the.motlon requ1re:clar1f1catlon.
Defendant argues that (defendant's Brief, p. 22)--
. "In the present case, the only demonstrated.
- conception which Turner had was that of changing the
~angles in. the dipoles in_some unexpressed manner.
Tt is not shown that Turner even had in mind the
R ~direction or the dearee to which the dlgple ShOUid
: IR - be angled. ”7"_
As poxnted out on-page 47 ef-plaintiff‘sdpriof Memorandum, Mayes
-_'exp11C1t1y testlfled in his dep051t10n (PX-F, p 115, lines 15-20)
 th%t he unders@eodégiom Turner thatf‘ 
 Mhe Wanreferfing to moving the-dipole arms of
. .the simple dipoles in antennas of the type dis-
.closed in the Isbell 767 patent forwardly 50
...~that they would be in effect a V dlpole
_(meha515 added)

Thus;'b?ﬁMayesi-own,adm1551on,.the direction'of Veeing'the dipole

‘elements was understcod by him from Turner to be "forward."




- As for -the amount. of Veeing;gif'is:first'to be noted

'ff'that this cahﬁot'beférifical to the.patented~invention3_since.no:e L

.parriCﬁlar'angle oT renge‘of angles of the dipole arms is even
mentioned'in 11 of the lj-claims‘of the_paﬁent. Claims 1, 3-5,

- 7-10, andf&€117 efrthe patent'reQuire only that the dipole arms

. of the antennaSaof the prior Isbell invention be'aﬁgled forwardly _

'f_(as Turner admlttedly sugoested) te produce the clalmed antenna .
of the Mayes et al.’ patent Thusg‘thefpatent 15-not 11§;ced,to_:
Fany partlculer_V-angle 0T range of V-ang1es;‘1' |

l .‘The‘parricular V-angles‘recited enly in claims Z2, 6,

'-jand 11- 14 represent the- only parameter or detall of the antenna_

-structure of . the ‘Mayes et al. patent not admlttedly suggested by

- [Pl

.lTurner. 'It_1sxtheron1y=parameter‘te whigh.Mayes could have been
";referring;,therefore;:when~he stated in his depesition (PX-F,
p;}llfriline 22“5t6”$?“18, line 7) that a- parameter of the

'antenna was determlned after ‘eferrln to. ”some of the references
. g

-‘iof'previous 1iterature;'. As?explained'on_pages 49-50 of‘plaintifffsJ

'-'Qprier_memerendum,rthiS”parameterJ as claimed in only 6 of the-17

'i c1aimsjof the Mayes' et al. patent, covered a range of angles that
hed'been cthentional in thejdesign of V—dipoles at least since
the handbook PX- 34 was publrshed in 1943, “This'fully supported -
fact stands uncontradlcted and unchallenged _For the purpoées of
DEFENDAN T~
‘the'motion therefore, 1t must ‘be’ deemed admltted by p%e&ef%£f :

Thus, Mayes et al mex ely supplemented Turner's

suggestlon w1th conventlonal de51gn parameﬁers taken from prlor

art V'dlpole practlces in produc1ng_a1130f the structure even of"

'
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‘prior memorandum, the answer is clearly and positively '"No.!

ﬁclaims 2,aS,_andi1—i4 af:thair pacent.c As_the Court must surely
icracogaize withdat,fha aidch'éxpert‘teStimony, an admittad use .
- of pfiorjart'handcaak_daaign data coﬁld nct have been invencive..
'(i.efi:unobfiaua.under 35 ﬁ,S.C. 163) so as to make Mafes et al.
”inventorscof.the:fésﬁitihg‘antenna_structare. Had thelclaimad
._.mvcangles!of.the aibples been.outside the.ranga conventionallf
-us¢d3ih-tha-p}ior artélacdifferent conclusion caald:ba requifed.
'Howévér,_evan:aefaa&aatanes not assart-any.aachfdifferénce:fram

the ﬁribr'art. ' o - .-' o ;,,*

=Pin'a_lf-'-ly-‘,‘d_e_fendant'arguésftha‘.c_'Ma'yés et'al.:contributéd

‘the conéept that the antenna could be operatéd at elevated-”

 frequencies in the higher modes of operation_mentioned above.

-

";Slnce tnat concept 1nvolved no chance 1n the antenna structurc
']suwgested by Turner, it dld not 1nv01ve the 1nvent10n of a new

 antenna;fbut}only»aanew,method 0T process pf using the very antenna

does not claim.

ThlS leaves only the ultlmate 1ega1 questlon i.e., .

oif 1} Vayes et al, 1nvented only a new mcthod Or a new process of.

u51nc ‘an antenna whlch they did not conce1Ve,_but derlved from

3_the suggestlon of Turner, are they entitled to a patont on the

‘;antenna Eer EE,‘Wthh they'dld,noc invent? Under long es;abllshed

‘suggested by Turner;gWhiCh-méthod_or proéesé'thé Mayes et al. patent.

'claw,:tracéd“in-its numerous variations on pages 51-58 of plaintiff's

-




280 F.2d 499; Armour & Co. v. Wilson § Co., 274 F.2d 143, 150,

As 'is .clear from the quoted portions of several of the

”:{‘déCiSibns_cited'byfpléintiff,_the "suggéstion"” of the patented < -

‘; antéﬁna_to.Mayes et al. by Turner left no possibility for Mayes

et : a1;3to become.original inventors of that antenna. They could

 .not become 1nventors of that antenna’ mcrely by reduc1ng 1t

"to praqtlcalfuse;”'or“by perce1v1ng a ''mew use’ or ”advantage,”

_Qr-by,contributing ”a detail of construction" that admittedly was
' taugﬁﬁ by”the_priﬁr art_literature*and, thefefore,‘”coﬁld_have~

-;been'worked_opt'by oné skilled in the.art,ﬁ_'Stéarns v. Davis,

22 Fed. Cases 1183@1F6447C356.N0- 13,338 (Cir. Ct., Dist. Col, 1859);

‘Smith v. Nichols, 88 U.S. 112, 22 L;Ed. 566, 567 (1875); Robérts-v;

" Ryer, 91 U.S. 150, 157, 23 L.Ed. 267, 270 (1875), Atlantic Works v.

iBradz; 107_UJSI”192 27 L.Ed. 438 442 (1882); Ansonia Brass G Copper '

-‘_co.'.y. Electrical Supply Co., 144 U.S. 11, 36 L,Ed.-az7; 329 (1892);.

7“; Barba V. Brlzzolara,,104 F.2d 198, 202-2035 41 USPQ 749, 752-753

=

”rﬁ(c c. p A. 1939)- Plnch V. Dlllenback Jr 121 F. 2d'459 466,

f49 USPQ 731 738 (C C P A., 1941); General Electric v. Jewel

A_rfIncandescent Lamp Co ;326 U.Ss. 242 249 (1945), B.GM. Corp. v

fKoolvent Alumlnum Awnlng Corp. of'Indlana, 257_F.2d'264, 267,

118 USPQ 191, 194 (C.A. 7, 1958); Armour Research Foundation of

 Iliinois Institute of Technology et al. v. C. K. Williams Co., Inc.,

107 B. Supp. 871, 884, 121 USPQ 3, 13 (D.C., N.D. I1l., 1959); aff'd.}.

 m;124 USPQ‘115,'150—121 (C.A. 7, 1960);'Applegaté et al. v. Séherer

et al;,'ssz'F;zdf571,-141 USPQ_796,'?98a799_(C.C,P.A., 1964)
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 -'fhe_Mayes,et al. Reissue Patent

ECN

- The principle of those cases is also involvéd where the

“claimed device was widely known or insactual prior use, or where
the party making the suggestion had a complete coﬁception of pfoven'“

' value, as in some of the cases cited by defendant. However, as

shown by thellong,iist:of cases -above that Wereldited in plaintiff's

w“'prior memorandum, the applicatjon Of the principle has never been
limited to suth.sitUatiqns and cannot logically be so limited as

 &efendaht has”argﬁédj';“

Clearly, Mayes et al. did not: invent what their reissue

A

"p_atent claims; #h_é"l-.'p'at':ent is invalid- for that re_as(_)ri; and "S'ummai-y' R

judgment to that effect is warranted. - -

Unclean Hands of Defendant in Procuring

-

The faciual basis for this part of plaintiff's motion_

3

-t_aISQ Stands'uncontradictéd_and unqualifiéd; Defendant'madelno

ﬁfshowing_bf additional‘or_conﬁradictofy facts. Thus, again, 311';';

- of the facts shown by plaintiff must be decmed admitted for
 Lthe:purpdses of=£he_motion._ Again, defendant bases ité argument

'%soiélyfon an a11égéd insufficiénty;of:plaiﬁtiff‘s fact showing

to bring the case within the proper scope of the law relied upon,;

:namelyg'therequity_doctrine‘of "unclean hands.". Clearly,
- therefore, this issue is as éppropriate'forrdisposition by summary
'judgmentfas'after'frialg and deféndant does hot1appear to contend -

" otherwise,. .~




Defendant s p051t10n (defendant s Brlef, pp. 25a- 26)-_{.;.-=~

is that for plalntlff to succeed on thls Part of 1ts motion,
_.ffit_must.estab11sh-, o

1. That Mayes et al. were under an obligation

.7 to-cite any pertinent 'publication" references
" to the Patent Office, assuming that. they knew
. of their existence as "publications;" and

~* 2.. That Mayes et al. knew or should have known
v that PX-4 ‘and PX-17 were "publications' prior.
. to September 30, 1959 (i.e.;, a year before the
. filing date of the Mayes et al. patent applica- - = .
-.tion}), yet they. intentionally or recklessly S
- failed to bring these references to the attent10n~'
' of the Patent Offlce :

‘”fgiDefendant argues that both of those prop051t10ns must be establlshed
3Tfor thls ground ofaplalntlff [ motlon_must fa11. ]

.0

Defendant's Proposition 1 -

| The first of those propositions is a purely legal one,
'T?not;a'factuai.one.f.Because that'legai'propOSition has no prepéfn'””
i;_:t.application:to'the.factsjrelied upontby:plaintiff, it may'be‘
'ufdsffqulckly dlsposed of We:are not conCerned here.With any failure
ﬂipby defendant voluntarlly to call the attentlon of the Patent |

'if”Offxce to. add1t10na1 prlor art not known to the Patent Offlce."'

._ppAn applicant should be entltled.to_refraln from grv1ng the Patent

ldf Office anainVitationbto,apply additional prior art against an_ri S
lnr*pa;application.‘bbrequentiy; the;applicantpbelieves a rejection on .
'M,such prlor art would not ‘be warranted. for onefreason or another,
'bee;and should not. be compelled to set. up a straw man and then knock
&;jlt down,a Any other rule would place every appllcant 1n a p051t10n .

‘a?'such that he could be accused of unclean hands as to every remotely

-18-



) peftinent item 0f prior art he might know about but fail to
call to the LExaminer's attention.
Hefe:We'have‘a far different situation. ‘The Examiner,

by b351ng a TEJeCthH of the Nayes et al appiication cn the Isbel

invention (as 1t was descrlbed 1n a c1ted prlnted publlcatlon ante-
. ] _ ‘ '

-g qat;ng the,Mayes“et al; appllcatlon),lmade it clear on the record
thaf'he:eonsideredithe prior Isbeli invention to be,pertinent 4and
fwarraﬁterefusingie.patent to Mayes et éL,IeMayes et.al: did noe

$ reiy selely-upon.eféuﬁente thet, eVeneif“prior, the Isbell
inveﬁeiog did not sUﬁport the Examiner's position. Instead -they
:}alee filed:eneaffidevifestating, in its practical and intended:_ '
- effecf; that the'isbell invention; howevef perfinent'it might‘ 

otherwise be,”wes.nOt:eerly enough to antedate the alleged

1

. invention of Mayes et al. That was'an_affirmative act calculated

to-deceive the Examiner'into_believiﬁg he must drop his prior
-reliaﬁee enfhe;ISbeil work as prior art --,noteermere‘failure
“ by defendaht_foeﬁail'seeh_priorfart to the[Examiner'e etfentionﬁ.
ceﬂehce; Defendant's Prepesition i; above,_is cleariy inepplicable.

Defendant's Proposition 2

The Mayes'affidavif was filed by defendant with certain

knowledge by Mayes et al. that the Isbell irvention was, in fact,

in ex1stence and known to them before thelr owWn alleged invention..

It the same knoWledge was not in fact possessed by the atterneys
" for defendant and ! Wayes et al , who had-previouely also filed the

'Isbell appllcatlon, such knowledge was certalnly avallable ta them

e-and should have been ascertalned while 1nvest1gat1ng the- relatlve

-19-




‘priofity of Isboiiﬁaod.Mayes-et al. for.the purposes of the'Mdyéo

VdffidéVit. Whlle 1nvest1gat1ng that very ‘question, dcfendant had -
'ﬂza clear duty to.asccrtaln and present to the Examiner- all of the
.fdcto knowo or,roadlly ava;lable to defendant and/or.lts counool,
rathef-thdn'pfoséntingdonly that portioﬁ'of the facts which
l supportod a desirédlooﬁciusion contrary to the truth.
.Qefendaﬂt'é response to this_part of_plaintiff's.motion
'7ignore5othe koowntpriqrityof Isbeli'oinvention.and the admitted

familiarity of Mayes et al. with that -invention before they con-

'7‘ceived’their oWn'allegod_invention. Defendant seems to be concerned |
' only.withwﬁhetherbor.ﬁot the priority-of Isbell could and should
havetbeén made kooWﬁ-to the Examiner in the‘particular form.of a'
”oubiioation“.describing Isbe1l‘s work. = The known priority of
:llnventlon by Isbell made his work prior art. agalnst Mayes et al.,
however such prlorlty mlght be demonstrated -Defendantrdoes not .
deny th1s ba51c part of the law. |

| However, even accordlng to defendant s.unwarranted narrow.
_vieﬁ;of what plaintiff mustdprove (as‘stated in its prop051t1on 2,
'zabove),thooohdisputedfacts éstabliéhiplaintiff'é defense of

‘“uncleaﬁ_hands.” This will be clear from a brief review of the un--

_: vchallénged evidegoé;

The early existence of the reports PX-4 and PX-17 fully
.'describiﬁg the Isbéll invention, and the practice of prompt‘publicaj
"txon of tHose reports was fully known to Mayes, 1f not also to

Carrel. From about 1957, Mayes, hlmself had ”prlmary respon51b111ty

N for'tho ”review process' for reports by'the Electrlcal Englnoerlng '

-20-




EffDepartment generated under research contracts, such as PX-4 and

;Px 17 produced under ‘Air Force contract Af 33 (616) -6079 (Mayes dep ,[

'";Np; 19 llne 20 “to p 22, 11ne 17) In thls connection, note that
_Mayes approved and 51gned the tltle page of PX-4, and_ that
-aijsbell the author of PX 17 in the‘"ACKNOWLEDGMENT" follow1ng S

flthE-tItlexpage; thanked Mayes for hls'contrlbutlons-to the report:

_;;ﬂMayes and Carrel referred spec1f1cally to the report PX?17 f‘n
1tthe1r own 1nventlon record (PX 15) as a prlor ”publlcatlon.U
h Mayes also admltted that at the time of hlS affldaV1t flled in the

f;Patent Offlce, he knew that the. Isbell 1nvent10n “had been the

g;subject of publlcatlons con51derab1y earller than 31 12-59"" _ﬁt“""

?n[empha51s added], by wh1ch tlme (December 31, 1959), the Mayes p<.”h'i

et al V- dlpole 1nvent1on was allegedly completed In~that_[7pf Hg}-f

‘::iconnectlon ~spec1f1c reference was made to PX- 4 and PX 17.
?tt(MayeS'dep PX F, p. 15 ine 24, to p. 172, line 19) Mayes”alson’f
ipadmltted know1ng that the contents of the publlcatlon clted by the.dx
pnhxamlner had'been "publlshed” earller in PXf4.and PX-l? and

fﬁmore than a year prlor to the - f111ng of the orlglnal Mayes et. al

i[f'appllcatlon (Mayes dep., PX-F, p 173 11ne 14 to-p. 174, 11ne 14);'1

Regardless of any argument as to Mayes' understandlng
L of what constltutes "publlcatlon" in the patent law sense, it is

:ﬁﬂftclear from hlS own testlmony that he con51dered Ph 4 and PX- 17 to

rhhilhave been ”publlshed” long prlor to the May 1960 publlcatlon ante-'- |

.ﬁtadated by hlS affldaV1t ‘and more than a year before the f111ng of e

'7f7the orlglnal Mayes et al publlcatlon




:If'soch knowledge of the early'publica£ion of PX-4 and”
_PX;iY wes'not,ﬁin'féoﬁ,Tknown.?lso to defendant aﬁd.its counsel, as
1@511 ee'to Mayes, it‘was“clearly an_integral_g@ft of_the_same
. priority Queetion toowhich the Mayes affidavit filed in tﬁe-Petent-
e'foice_wael&ifeeoed;' Cleerly,-eli of.that'information, direotly
';affeotinéethe:very'priority iséue presented to the.Examiher, ooold

: |
”ereadlly have been acqulred from Mayes and should have been

";acqulred from him and 1ncorporated in his affldaV1t flled in the

oj‘Patent Offlce The, fallure to do so can only be attrlbuted to an B

_*1ntent that only part of the velevant facts be revealed to the .
'-_fExamlner or to a reckless dlsreoard for the omltted facts.
As the foreg01ng summary of the uncontradlcted and un-:j'

?"challenged eV1dence fully demonstrates, everyone ‘concerned with

therflllng and prosecutlon of-the Mayes.et al..aopllcatlon could"

readlly have Verlfled not only the true prlor ert status of. Isbell s} E
fwork,w;th Whleh they all were famlllar but also the fact that the

't re$u1£e offlebeil's work had'beeno”pﬁbllshed?lln the patent law

:sense.more'toahloneeyear prior tojfhe_filihg of‘that_Mayes et al.

epplicatioo.(e facf sioce'etipulatéd by]the:parties—FPXC). “Having
" been so publlshed it could not properly be removed from con-

”1 51deratlon by the Examlner as prlor art by the express terms of

bectlon l 131 [Rule 131(3)] of the ”Rules of Practlce in Patent

-Cases as Amended to August 23, 1954 [35 U S.C. A , pp 685-6]

. .. -..2‘2‘ -



. (See pp.‘63-64‘of plaintiff’s prior memofandum'and footnote on f
'pf‘od.j Thus, even the narrow proof requlrements of Defendant s-
'PropOSit;on‘Z above, are abundantly satlsfled by the unchallenged:;

' jevideneefpresented‘w1th plalntlff s_motlon.

lDefehoant's Miseellaneousipoints
In'the'lightfof all of thosepfaets, we_ere fecedwith_e :
.strenge ettitnde.in.the response by defendentpto this part'of. 
'etplaintiff¢e'm0tionet:5efeneent-doee not,denphknoW1edge.on its:onn
ffppart ‘at the tlme of flllng the Mayes et al affidavit in.tne Patent‘
._'Oftice that the Isbell 1nvent10n was in fact and in law a prlor p-
'inventiontrelative tO‘the_alleged 1nvention.of Mayes et al.eand e_
fpfoper_referencejageinst'their application. :Relying on an allegedp

‘ .doubt as to Mayes understandlng of the' 1ega1 meanlnc of ”publlca-‘

'f_tlon'” defendant does not even deny knowledge on 1ts own part

~at the tlme 1ts attorneys flled the Mayes aff1dav1t in the Patent
.Offlce that the‘Isbell.lnventlon hadibeen~1ega11y ”publ1shed”.

in PX-4 and Px 17 more than a year prlor to. the flllng of the

o Mayes et al. appllcatlon.

Defendant does not deny the 1ntended effect of _the ﬂayes_p
.tefftoavit of removing'the prlor.lnventlon of Isbell;from further"'
'tlcon51derat10n by the Examiner, deepiteeits propef'iedal statﬁspas
',_prior'art. 'Indeed 'that.lntentlon could hardly be denled when it
ftpwas expressly stated to the Examlner 1n the‘eccompanylng argumentt
‘to'be the purpose of the affldav1t._'“ |

Defendant does not deny that the 1ntended effect of the

Wayes aff1dav1t and argument based thereon would have been fTUS-'

trated had the avallable “and related Lnowledge of the actual
: : SR ‘ -23- . .




,priority ef Isbeil‘also been made kncwn.to the Examiner. it
:3~_mere1y:atgues= destite:the clearcevidence to the contrary in the -
Meyes'et 51 £11e hlstory (dlscussed belew),.that the evzdence
leaves thls in doubt

Instead defendant seeks ‘to. ‘excuse the deceptlve act of’
flllng the Mayes et al. aff1dav1t by p01nt1ng out that they also .
presented the_bxamlner with an indeﬁendent aréﬁment‘that the |
.iﬁvention.ﬁés patentable 0ter the conteﬁtS'ef‘the'cited Isbeil
‘publlcatlon and other c1ted prlor art‘(defendant's Brlef P- 34),
In thlS connection, dofendant ‘also asserted ”uncertalnty” that the
Exeminers'abandonment and withdrawal_oflthe_cited publlcatlon of
- the'ISbell.iﬁvention was éttribdtable'to"thedMayes affidavit,_ratherT
Vtﬁan to the indeﬁendent.argumeqt of pateﬁtability\bver all Qf:the_"
prior art. - | |
As.to the effectiveness 5{ the Mayes affidavit'in accome

_pllshlng 1ts 1mpropcr purpose the Patent Office Record -is clear

and eloquent In the first Patent Offlce actlon follow1ng the

o f111ng of the Mayes aff1dav1t in the flrst-paragraph deallng with

 the merlts_ofrthe‘case, the Examlner expressly stated (PX-22,.
p. 443--. N

”The Rulo 131 affidavit is accepted and the rejectlon
on. the Isbell reference is withdrawn." -

That omne sentence-statement of the acceptance of the affidavit

and withdrawsl'of'the Isbell reference could'not‘conceivably be
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}ite'effort_to"deceive the Patent Office on the .ground that the

" construed otherwise than as an acceptance of ‘the affidavit for -
'ejgfthe‘purPOSe fdrhWHich'it had‘been'imprOperly filed. How defehdahte"
,_can arguc OthGIWlSG in the face of that statement by the anmlner

- Lls beyond our understandlng. _ ; i’-' : SR

However, it ava;ls ‘defendant nothing to seek to excuse:

- effectiveness;of*the*deception for its intended purpose has not.

' been proven. eSuch'en argument was forcefully rejected by the

" Suﬁteme-Couft!inﬁthe Hazel Atlas case quoted on page 66 of

;%eplaintiff's pfior'memorandum;‘ Thet‘quetatien now bears repetition;

'”Doubtless 1t 15 wholly 1mp0551b1e accurately to _
appraise the influence that the article exerted on
~-the judges.. But wé do not think the circumstances
© call for such an attempted appraisal. Hartford's
“officials ‘and lawyers thought the article material.
__”They conceived it in an effort to persuade a hostile
" Patent Office to grant their patent appllcatlen*x*'
They are in no position now to dlspute its effectlve—
- ness.'" Hazel- Atlas Glass Co. v. Hartford Emplre Co
. 322 U.S. 238, 247 (1944) '

_Defendant3also argued that the'deceptive character and

.‘putpose of the Mayes aff1dav1t should be excused because; althouéh
the whole truth was not told to the Patent Offlce what was told
'i.was true-(defendant s'Brlef P- 26) 'The suppre551on‘of releVant
'_:-facts in deallngs w1th the Patent Offlce was dealt w1th forcefully

}_and clearly in the quotatlon from the Supreme Court's dec151on 1n

the Precision Instrument-case on‘pageA67Aof plaintiff's prior

gmemoranaum. A\p&rtio@;of that quotation also bears repetition.




!"We need not speculate as to whether there was
suf£101ent proof to present the matter to the
District ‘Attorney. But it is clear that Automotive
knew and suppressed facts that, -at the very least,

_t:should ‘have been brought in some way to the atten—

- tion of the Patent Office * *-*, Public interest.

- demands that all facts relevant tc such matters

- be submitted formally or informally to the Patent

" Office, which can then pass upon the sufficiency
~of the evidence. Only in this way can that agency

‘act to safeguard the public in the first instance .
against fraudulent patent monopolies. Only in .

.- that way can the Patent Office and the public
" escape from being classed among the 'mute and
helpless victims of deception and fraud.'"

- Precision Instruments Mfg Co. v. Automotive

- Maintenance Machinery Co., 324 U, S. 806, 818
I(1945) ‘ e -

".Defendant seeks to av01d tbe effect of those dec151ons
by arguioc;that they'lnvolved qulte.dlfferent faCtual 51tuat10ns._?f

;;Certalnly, the Supreme Court did not 1ntend the pr1ncrp1es of

o proper conduct Wthh 1t 1a1d down in those cases to be emasculated-

._by restrlctlng thelr dppllcatlon to closely 51m11ar fact 51tuat10ns.

The broad and sweeplng 1anguage of the Court 1tself, suff1C1ent1y'

bj_and emphatlcally rebuts any such thought.

Flnally, reference should be made to- defendant S argument'

"dpb(defendant s Brlef P- 25) that the issue of improper conduct in

' ?isuppre551ng 1nformat10n regardlng pertlnent prlor art durlnc the
'procurement of,a patent-should not’ be con51dered because;llf thts
.:C0u1dbe shoﬁn'ébcording to defendantﬁsﬁtheeryrofbthe iésue “the
:::patent would be 1nva11d in V1ew of such prlor art and the case
;b:should be dlsposed of on that ground In support.of this argument -

”LTdefendant c1tes the Technocraph Prlnted Clrcults caso (218 P Supp 1

47,'D;Cg, D;C..Md.; 1963):e That_dec1slon\wes rendered after'a_full;

e RS




tfiéloﬁ;all of_thg'isSues. Finaing'thepétent cleariy invalid:.‘
jin.VieQ dftthe ptiéftért;.the.CQurt mefély:deéliﬁedlto_pass~oﬁ
‘7tthé question:aS to-ﬁhether.the patént‘was alsp'intalid“because
"t pertinent priot art was-“withheld”ﬂftom thé-Exéminer' The decision 3
'thas no appllcatlon where the 1ssue of 1mproper conduct before the |
: Patent Offlce is ralsed in a motion for summary Judgment unless,
| th course,:theJCourt shouldﬁflnd the same patent_lnvalld Qn1soﬁe.
~ other grogﬂaédtaﬁcédjiﬁ the'motion'and presented for simultaneous.

': consideration. If the patent in the.TEChndgraph case had not been f'

‘held invalid-ontotherfgrounds, itis‘evident*that'the Court wqﬁld
j;héve-felt compélied.to‘rule on its Vali&ity-in the 1ight_of the
Lfev1dence of . 1mproper conduct before the. Patent Offlce.

: Wlth the foreg01ng Clarlflcatlon*of the facts that shouldt?!
~ be controlllng on this part of plalnt1ff‘s motlon, and with the. |
-”é'éCCOmpanying_deanStration that those facts are abundantly'proyed
-f:&esbité'defendantlétatéumeﬁt to the tontrary, and in the absencetof
iany-showing denYing-aﬁy aspect bf the improper.conduct on which the .
,motioﬂ i§ based,fthe_appfopfiateness_bf.aéciding:the'iééue on the
iaw_Should'hoﬁIB;:éVidént- Thérefore,léince'the law is cleér-(pla%gfl
' t1ff é prlor‘memorandum pp. 65-68), and reduites a holdihg thatﬁ“
‘jaefendant was gullty of ”unclean hands” in procurlng the Mayes et al,

'lpatent in sult, such a holdlng 1s earnestly requested
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| CONCLUSION*°'

Based on the absence of a genulne issue of any materlal”e”

;fect. e summary Judﬁment should be rendered holdlng the Isbell
bafent 1n:&u1t;;nval;duunder 35 0.5.C. lOZ(b), holding the Mayes
1””:efali'reissue:ﬁateﬁtein Sﬁit invelid-underf35 U.S;C. 102(f), end .
_ holdiﬁéthe'sepe Mefee et al. pafent'in.suit-eiso inveiid betause  )
Idefenaenf wes_guiifYOf_unclean hands.in.its procufemen; from the
R | ::_  Respectfully submltted
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