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"IN THE UNITED STATES DISTRICT COURT ot
FOR THE NORTHERN DISTRICT OF ILLINDIS"“‘ ﬁﬂﬁ @ﬂPﬁmﬁ&CW@?.
EASTERN DIVISION‘ S

: )
.a partncrshlp, )
Plaintiff, - ) CIVIL ACTION NOS.
-v-«-3‘”_ y 65 C 220
' JFD ELECTRONICS CORPORATIOW ) and
- a corporatlon ) o _
) 65 C 671
_ and _ ) '
Sl ) (Consl.) o
- UNIVERSITY OF. ILLINOIS POUVDATLON, ) *UX]E ; ﬁif@%ﬁiﬁ m
~ a nori- proflt corporatlon, ) ; e %)lﬂﬁ
. S ) Hy L
_ Defendants. } FUE 111967 .

~ BRIEF OF DEFENDANT UWIVERSITY OF ILLIVOL;
FOUNDATION IN OPPOSITION TO PLAINTIFE'S
. _MOTION FOR SUMMARY JUDGMENT

S

Plaintiffls:motion:for'a Suﬁmary_judgment hold-

o ing Isbell patent 3,210,767 invalid, and Mayes et al.
.-patent Re, 25,740 invalid and unenfbfceable‘shbuld‘be de-

N nled not only because‘ senuine issues ex1st revardlng

cr1t1ca1 facts but also because plalntlff is not entitled

S to a. judgment as. to those legal 1ssues 1n which no fact

- questlon is plesent

To summarlze our p051t10n at the outset, it 1is

- that a summary Judgment is a completely 1nappropr1ate




”1“methed of resolvingfthe issues in this case, the ultlmate

";jfresolutlon of which will depend primarily on controverted

Ep 1ssues of fact As plalntlff has p01nted out in its brief,
"fgthe patents attacked are involved 1n several related 1n—_r
E[_:.-;d;' A frlngement suits. Whlle a holdlng of patent invalidity

tdj.w111 ‘indeed, have the practlcal effect of d15p051ng of

ﬁfseveral issues in these related suits, by the same token S Trew
the patents 1nvolved hereln are of greater than average

f}lmportance and'defendant should not beideprived of a full

ef_hearlng w1th an opportunlty to present expert testlmony
'-relatlnc to the factual matters 1nvolved

Summary 3udgment is partlcularly inappropriate

° respect to whlch the court should_have the benefit of ex-

1“';"-5:05'_}-1n a patent case 1nv01V1ng technlcal subject matter, with
3'.p1anat0ry expert testimony. Hazeltine Research v. General

”:TB1ectric-C0‘ 183 F 2d 3, 5:6 (7 Cir. 1950). As the Court

L of Appeals sald in Homan Manufacturlnﬁ Co v. Long, 242

: F 2d-645 656 (7 Cir. 1957) in which a summary judgment
'.  was reversed |

CmA summary Judcment proceedlnc is not
a substitute for a trial, but rather .
a judicial search for determlnlng whe -~
ther genuine issues exist as to mater- -
‘ial facts [citing cases]. The lower

- court camnnot try out factual issues on

- a motion for summary judgment because

- once such an issue is found, the*court's
functlon on that aspect of the case
ends : : _




_ AlSo.aﬁprbpriatciis the déciéion.in‘Karl Kie-

"~ fer Mach. Co. v. United States BOttlérs.Machinery-Co.,

‘f:113”F;2d3356, 357, (7 Cir. 1950):

© "The decision in each case must depend
on its own facts. Time and expense may
be avoided, through a motion to dismiss,
if the facts be clear and the conclusion
inescapable.  Unless the case is clear,
. however, delay and added expense, rather
-+ than specd and economy, result from an
attempted disposition of a case op.a mo-
- 'tion to dismiss." . (Emphasis added)

See also, to the same effect, Paragon-Revolute '

. Corp. V. C. F. Pease Co., 239 F.2d 746 (7 Cir. 1957).

In support of its motion, plaintiff has pre-

. -sented many. documents -and much discussion purporting to

"”ytbé‘relevant;tO'the'iSSués under consideration. Much of

Lﬁ;thisfmatérial— whilewpossibly-of interest to the court as

'thackground has no 1mmed1ate bearlng on the spec1f1c is- -

_;f;suest Thus,'although there are many controverted points

="_,_;-__in‘such background materlal, which defendant will v;gorf

B

“ouSly conteét at.the trial of this case,'nq5mentidﬁ'need
fbe made of them at the present time. | |

| Many of the facts contalned in plalntlff‘s Te-
- cital are true but irrelevant for purposes of deC1d1ng.

the present motlon. Other-facts are relevant, but_con-




‘:rtested by us In the followrng sectlons we shallrdeal

fffvonly w1th the essentlal facts necessary for considera-

"_tlon of plalntlff's motlon and will show that material .

"°ilssues of fact remaln unresolved We shall also show

'rthat in those areas where no issues of fact remain, plain-

o tiff is not entitled to a judgment as a matter of law.

'T. ISBELL PATENT 3,210,767
Plaintiff has alleged that the Isbell patent

Vf:is invalid uﬁderﬂ35=U,SrC. 102(b) on_the.ground that

. sfiQuarterly Engineéring'Reporf No. 2% (PX54j was a printed |

" was filed on May 3, 1960.

f’publication‘as of AprilfSO, 1959;fand hence a statﬁtory‘
.}n bar_against the Isbéll patent, the applicstion for which'
- We abknot]Controvert the.fact that Q:E,R. 2 was
:iprinted in-a,tstai.run of 148 copies and that thése'cop-
'Vlies wére‘physitally present in the Publications Office of

- the Electrlcal Englneerlng Department of the Unlver51ty

-
i

s,Jof 1111n01s, on Apr11 30 1959, Plaintiff, on thie other
““hand, ‘has’ stlpulated (PX C, par. 10) that the earllest

_fldlstrlbutlon of these coples to- the 1nd1v1duals and

;L#Hereinaftér'abbreyiéfed as'Q.E,RQ'Zr“




ipfetganizetieﬂe:enttﬁe.ﬂietributioh"iietspecifiedtbythe
:f:Aif Fareé“ theyspeﬁser.bf the work deeeribe&‘in'the.Ref
{fﬁpoit, occurred on May 5, 1959. | |
R It 1s apparent that, W1th respect to the ex1s~.
. “tence of a p0551b1eestatutory bar against the Isbell
.ftpdteﬁt,lthe'critiéalhperiod here involyedpislthe‘inter-
L%G tal.between‘Aptil_sﬁ'and.May 2,.1959_ ;Plaintiff allegesl

“'that the effective publication date of Q.E.R. 2 occurred

| -:;’-within'this 3-day 'pe'ri'od ~and in fact on April 30, 1959,

, "5_by reason elther of the accessablllty of thls document

t_1n the "local library" of the Electrical Enclneerlng De-

“t partment or by-reasensof-lts avallablllty to the publlc

“'t1*by'sale”or_gifttfrom_the:Puelicatiehs“Offi;e, Neither of

Utthese cOntentions can'be-eupported on the untontroverted"
ffacts of this case. ’ | |

At the - outset it should be neted_thet plain-
'ﬁ:tiff does not-rely onrany evidence ehoWing t&at actual

"distribution of Q;E.R.ﬁz_to the pubiic was made prior to

”-fMay 3, 1959. fRather -plaintiff-relies en its showing of

'.the usual operatlng procedures of the Publications Office

‘tand on, the oplnlon of Miss Johnson to establlsh that this

,preport must be con51dered a ”prlnted publlcatlon” W1th1n

',the meanlng of the patent statutes several days pTlOT to

N




”:the:time;it"was iseued'to the sponsoring egency.

Plaiﬂtiff alleges that a copy of Q.E.R. 2 was

‘-ﬁ:in the*”loéal'library”-of the'Electrical Engiﬁeering

weLaboratory and avallable for bOTTOWan by the general

'*V_T publlc not later than April 30, 1959. It is 1nterest—'

tt 1ng to examine the evidence which pleintiff offers in _"

":*1*support.of_thiS'cqntention.1 We will not quarrel with A

"'piaiﬁtiff's description of the "local library" at the
time, eXCept.te'point out that the "library" had no of-

ficial status as a University library, but was rather an

ﬁ;t;ﬁnbfficiei coilection of publicationéfwhieh emanated

. from the. Electrlcal Engineering Department and of other
* pub11cat1ons deemed to be of interest to the Department
.personnel. JUnder approprlate conditions, these publi-
Vtt cetions~were available for inspection or borrowing by .
i ﬁepaftmeﬁt membere;.students and selected members of the

“ genera1 publlc There exists no doubt'that‘eventually

. :=f Q.E.R. 2 would have been Jncorporated in the collection .

fgof-publlcatlons_matntalned by the Depertment_ln its "lo-
-:eal liETatY“."The:issue' however, :is whether Q. EZR. Z |
..had in'faCt. achleved this status on Aprll 30, 1959, as
' ‘p1a1nt1ff contends

There is no ev1dence whatsoever that the wrapped

-packeges‘contalnlng copies of Q.E.R. 2, which were received




from the printer on April 30, 1959, were even opened

5;fﬁprief to'the_mailinU which occurred on'May'S (PX-DD,

:-_.pp 240 '2413 There -is no ev1dence that a copy of

:'thls report was added to the collectlon of materlal

'jdln the "iocal llbrary" files or that a copy pf the Te-

lddipqrt was exhlb;ted in the hall rack near Miss Johnson's:

"%f:officef prior to'Mey 3' 1959, Note'that'specific‘"lo-l

‘3n¢cal llbrary” coples of documents were not de51gnated

“ﬂuntll one o1 two weeks after receipt . from the prlnter

(PX DD, p. 204). LA

There 15, in fact, no”evidence“whetsoever
*%gthat Q E. R 2 became 1ncorporated in the ”1oca1 llbrary“
;fprlor to May 3 1959 o |

E An analy51s of p1a1nt1ff‘s‘argument will show

-idthat it ultlmately depends on two p01nts (1) The phy-

o sical avallablllty of this report in the Publlcatlons

"'VT'that date

"eOfflce on Aprll 30, 1959, and (2) the,allegatlon by Miss
'Johnson thet'the.report_wasfavaileble to-%hedpublic on
_ It is 1nterest1ng to note that althouch in
"Miés-Johnson s-affldavlt (PX-D, par.s35c), the availab-
ff;'ility ef,Q;E:R}QthQ‘the.public,iSys;ated:as a matter of




:::ifaet; her.subsequent testimony in fhe-Winégard litiga-

o .tionﬁ(PX—DD PP 17 724G§7makes clear'that it was'only
'“7;;her opanlon Wthh was belng expressed in the aff1davzt

f*The fact of the matter is that although it was the gene-

ral policy of the Department to make avallable to in-
"terested persons the collectlon of materlals in the ”10- |

aecal 11braryﬁ thlS pollcy dld not automatlcally apply to

'reportSHPrepared by the Department during the_lnterv31,

~between receipt-from the printer and dissemination to.

'thhe'Sponsorihg:agen;er The principal ebligatioh of the'

'f?Deﬁartment was tp.the'sponsor of the work, who was en-

"Vtitled to. receiVe:the report certainly no later than the

'f:tlme it became avallable to the general publlc " The in-

'°~determ1nate status of publlcatlons prior to thelr issuance
‘by the_Department by delivery to the sponsorlng agency is

:':_Jundoubtedly';he reasonafer Miss Johnson's qualification

' fof'her3answers‘to-shew that this Was only her opinion.

. Her opinion, however whlle of 1nterest certainlijannot

g

?ﬁaf'be held to be controlllng as. a matter of law

Controvertlno MlSS Johnson 5 oplnlon concernlnc

‘”the aVallablllty of Q E R. 2, prlor to 1ts dlstrlbutlon to’

V_theafull mallanngls; '1s the oplnlon of M:. Harold B.




:;:Laner,‘the_preeehtiBﬁSihess ManegerVof‘the Electrical
;_ﬁfdf;_§,d-jr“Engineerinngepertmeﬁt'and Miss Johnsonfs'SUPerior in
. Hdthe‘Depertﬁent during the months(of Apriljand‘May, 1059.
:h_Attached hereto 1s the affrdav1t of Mr, Lawier identi;d

.?'fled as- Appendlx A, who avers that the reports prepared

' dfeby the Electrlcal Englneerlng Department were mot avalle
P’L ;id; dgihfﬁable to the publlc durlngrthe time prlor to thelr 155u-h17
| .1¥iiance to the sponsor of the work, 1n.tn15 case the Air
‘;h“_Foroe A requcst for a report from 2 member of the pub-'
11c in’ such a 51tuat10n presentcd a pollcy questlon to _.'; :h:@@
'-,f‘be‘declded on a case-by-case basis. Slnce_no such re-;.. .
‘ouest forhe‘report'was‘made with respect td;Q;h.R. 2
“~[ﬂ}prior thMéY 3, 1959, how such a requeet.would have been
reeolved, remains‘conjectural. Nevertheless, Mr. Lawler. |
:"cohtroverts.Mies Johnson's allecation that Q.E.R. 2 was
avallable for general dlstrlbutlon prlor to May 3, 1959.
There is obv1ously present a sharply contro-
verted issue of fact 'i. ‘whether~QrE.R,_2 was avarl-
f;able to the publlc prior to May 3, 19§9ﬁd-3ince av&ilabile
ity has not’ been demonstrated by proof of an actual in-
stance thereof the factual issue can be resolved by the

hh‘court only after a. full opportunlty to observe the wit-_

nesses and review all the avallable ev1dence Accordlnoly,

"Lﬁ,summary Judoment cannot be granted




'The above argument also applles with equal

”'7fjforce to “the - second part of defendant s argument i.e.

L

that coples«were avallable for sale or at mo charge

';h"from the Publlcatlons Offlce Althouch accessabrllty
‘*jiof copies in. thls matter would probably have been the
Pfh_;pollcyafter May 5, 1959 Mr Lawler s affldav1t clearly
;rriestabllshes that there was no such pollcy prior to this
:date. Agaln an issue of fact remalns and prevents the
th¥grant1ng of a summary'judoment |
| Althouah we. belleve ‘that the dlscu551on above
:i:fadequately dlsposes of this portlon of plalntlff's motion,
Jhcon51derat10n of the legal aspects of "publlcatlon” |
:hﬂmlght ‘be of 1nterest to the Court, |
: i In thls connectlon the dlctlonary heanlncs of
.{w:”publlsh”'and ”publlcatlon” are pertinent.: Webster.s New
'.:fInternatlonallDlethnary, an_Edltlon, defines "publica-
“_fergtren"@as - | |
| o "1. Act of publishing, or state of‘ _
- belng published3 public notification, whe- -
. ther oral; written.or printed; proclama-
otion; promulgatlon as, the publlcatlon of

._uthe law -at Mount Sinai “of the gospel of"
Vstatutes. _

| ”2 The 1ssu1ng to the public of cop-a
.'1es, NowW’ usually printed or similarly pro-~
j duced c0p1es, of a book, engraving, er_the_h

-10-




like; hence'

the bu51ness of prlntlng, etc.

7 _such copies; as, to defer or to anmounce the

- publication of a book;
-+ cation of.text.books

engaged . in the publi-

"3. That whlch is published; esp. any

rboek pamphlet ‘etc.,
publlc notice, L

offered for sale or to -

=y

© “while "publish" is defined as:

‘ "1l. To make: pub11C announcement of; to
- make known to people in general; to dlvulge
. to disseminate; as, . to publlsh one's opin-
ions far and near.
SRR "2, To. make known (a person, situation,
. discovery, . etc.}, as by exposing or present-
~ing it ‘to view, or by openly declarlng its
character or status,... -

- ”3 To bring before the publlc “as for-
~sale or distribution; esp.: (a) To print, or
- cause-to be printed, and to issue from the
prees,'elther for sale or general distribu-
“tion, as a book newspaper plece of music,
engraV1ng, etc. : o . )

Slmllarly, Black's Law chtlonary, 3rd Edztlon, h

| deflnes "publlcatlon”:as:

"The act of publishing anythlng or nak—_,ufﬂ*

" ing it public; offering it to public notice,
- or rendering it accessible to public scru-
tiny. ‘Linley v, Citizens Nat. ‘Bank of Ander-
. son, 108 §.C. 372, 94 S.E. 874, 877. An ad-
© vising of the public; a making known of
. something to them for a purpose, " Associated
Press v. International News Service (C.C.A.)
245 F. 244, 250, It implies the means of
. conveying knowledoe or notice.
'145 N D 287,.178 N.W. 104, 106."

-11-
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These deflnltlons 1mp11c1tly contain a requlre—

'=3ment that some p051t1ve -action be taken towards renderlng"
;"_o“:the thlng publlshed acce551b1e to the publlc Otherwise,
'1}the mere act of prlntlng would constitute publication. In

"5ze;th1$.case, the faCt_that copies of Q.E.R. 2 may have been

'ffphysically availableion April 30, 1959, at Miss Johnson's

:"? off1ce when they were recelved from the prlnter does'not o
”:if;mean that they were ”publlshed” on that date w1th1n the
7  meanlng of the statute There is.no ev;dence that any:aea '
L tlve steps-were taken to oireulate'tﬁese copies among the
.U“'iepubllc or to 1nform the publlc of thelr ava;}ablilty prlor‘

"ifffﬂto May 3, 1959

The dlstlnctlon set forth above is followed by
eftthe-deci51ons_relatlng to the time of publloatlon within

"Vthe mea@ina'of the;petent-laws

In a recent dec151on 1.C.E. Corp """ ' Aymico |

- Steel Corp. . 250 . Supp. 738, 743 (D.C.N,Y,”lgssj,'the

':*@ﬁcodrtjheid that a-document must be disseminated in order

i

ﬂ;to be a ”publlcatlon”:'saylnc

o "After reviewing the cases, in thls
“ area, it might be said that the term "printed
 publication' as contemplated by Congress in
35 U.S.C. 102 can include a document printed,
reproduced or duplicated by modern day me-
“thods, including microfilming, upon a satis-
factory showing that such. document_has been-

-12:_‘ : .
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”.5dlssem1nated or otherw1sc made avallable _ o ﬁ
to the extent that persons interested and

-+ cordinarily skilled in the subject matier ‘ o Y

or art, exercising reasonable diligence, ¢
- can locate it, and recognize and comprc— ' N
~hend therefrom the essentials of the A
" claimed invention without need of further
.. ‘research or experlmentatlon " (Emphasis
-added). . o T R '

‘_Further, in order for a prlnted document to

}f;constltute a prlnted publlcatlon under 35.U.S.C. 102(b)

7‘1=1t has been held that numerous e0p1es must be made ac—

‘V;}jce551ble to the general public. _Thus, in Badowskl V.

'”f7f;;fUn1ted States, 164 F. Supp 252, 255 (Ct. Clms. 1958),

"VFfthe Court sald

; ”But defendant urges that the Russian
- document is a prlor publlcatlon The - sta~“em,
- tutory language, "printed publlcatlon im- -
plies that numerous copies were prlnted
... and were made accessible to the.general- pub—
ff'llc """ (Emphasis in orlclnal) :

:eIn Brownlnﬁ Mfg Co., V. Bros _Inc;, 126 U.S: P Q

7~499' 503 (. C. Mlnn 1960) it was held that the exhlbltlon

of draW1ngs of a machine at a trade show was not a publl-_"

_ catlon C". T ;o

" YAnd to be a publication, also a require-
.ment under Section 102(b), 35 United States
‘Code, there must be a distribution of a
substantial number of the documents to the

- public generally, at least more than one;

- mere evidence of ablllty to mass produce

. is.not enough. There is no evidence ad-

- duced relating to the number of drawings
~made -and observed by the public. No other

13-
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-.-51m11ar draw1ngs have been proven to
~have been distributed or otherwise pub—.
lished prior to November 1%, 1948. It =
seems clear that there has. not been a

- “disclosure in a printed publication

within’ the meaning of Sectlon lOZ(b)

ﬁ(Empha51s added) .

' gIn Camp Bros. & Co. v. Portable Wagen Dump &

251 F 603 607 (7th Cir. 1918), the Court held

”Publlc dlsclosure or publlcat1on to be
effective as such must be a Tevelation

o of an invention so publlcly published

~or disclosed as to raise ‘a presumption -

that the public concerned-with the art .

..would know of it." (Emphasis a@ded),

it
1

-
5

“-eIn Proteln Foundatlon Inc; v-3Brennef 'Comr

Pats., 151 U.S.P.Q. 561,‘ 562 (D.C.D. c 1966) the Court

"; was‘feceived by'the'addressees

Whlle we have no quarrel w1th the cases c1ted

| ihebY Plalntlff on the questlon of publlcatlon
45 there was some act by the publisher-of the wofk in ques -

1work was: to be freely avallable Thus the deposit or

'flllnc_of a copy 1n a 11brary is suff1c1ent publlcatlon !

'”-ﬁQ;f_held that publlcatlon of a printed maga21ne did not even

‘ifﬁooccur when_the,meg321ne-was mailed, but rather when it

o

a few com--

. ments would be in’ order -In every case, without exception,

. tion whlch 1nd1cated hlS intention that thereafter the

' 74__7_____;‘].“.

i
!

CE
1

. 51nce the publlsher rellnqu1shed control of at least S A

-14-
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f?oh¢:¢opy;.ihteﬁdiné“that copy to beierailable to ‘the

'"Hfﬂpublic' Slmllarly,'an advertlsemont of the present

fpavallablllty of a work may constltute publlcatlon with-

'gfout the nec0551ty for an actual sale since the‘adver—

”.tlsement 1tself 1nd1cates an 1ntentlon to make the work

'_f{avallable to the publlc In the present case there is

'fi_no evrdence that a copy was’ actually flled 1n any 13-

:fbrary,.lncludlng the 'local llbrary” or that any an--
fnouncement of the avallabllzty of .the Report was made

';prror to May 3 1959 | o |

- Only a few minor pOlnLS remain to be touched

In paragraph 14, pages 33 and. 3% of 1ts brlef

"Qggplalntlff argues that the prospect1Ve avarlabllrty of

':ipr E. R 2 was announced in .an earlier report (PX- 5)

Et\;tWthh was avallable pTlOT to April 1, 1959. NegleCting

:’:the factual 1ssues of whether the statement given in -

"“IpPX»S-descrlbes Isbell's antenna with suff1c1ent particu- -

.larify, it—is quitéfclear that no announcement'of the

='-.swallablllty of a report is dlsclosed only'that certain

"ﬁ;work would be done When the work would be reported re-

- malns 1nde£1n1ter. Moreover mere'announcement'of a

o,forthcomlng publlcatlon certalnly does not amount to pub-
'7:f11cat10n of the work any earlier than the actual publl-
'Catlon date

L4
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- On pages 36 and 36a of 1ts brlef plaintiff

5 argues that the University acknowlodged ‘that Q.E. R 2

'_:_was publlshed in Aprll 1959 on the-ba51s that a pro-

;fjject report prepared by Dr Mayes 1lsted Q E R. 2 with

:” the des;gnatlon ”Apr11 1959” Publication is a matter_

of intent as 1nd1cated by the cases C1ted above Zana.
'3lthere is' no ev1dence of an 1ntent to publlsh Q E R 2
HJIat any time prlor to May 3, 1959 regardless of Dr.

eﬁ Mayes 5. mlstaken d851gnat10n
5f3ummarz
' The burden of establlshlng 1nva11d1ty of the

 5Isbe11 patent by reason of prlor publlcation like othere

'r3eattacks on the valldlty of a-pauent is. on the proponent'

(35 U}S;C. 282j 'Even'neglecting the factual conLroversy -

=.which exists wes belleve that plalnt}ff has not dis- .

H";charged its burden by show1ng that publlcatlon of Q.E.R.

-2 occurred prlor ‘to May 3, 1959, The-facts that the Re-

Jn .

'r‘port was prlnted and was phy51cally avallable prlor to

o ;thls date are cOnceded but there is no evidence of an

"-,fact of publlcatxon;or an 1ntent10n to publish prior to

"May 3, 1959. _For this reason and because of the contro-

"qflverted nature of‘the“£QCtS, the.motion'cannot beFSupported'

" and should be-denied{e




II. MAYES ET AL. REISSUE PATENT NO. 25,740

AL _Mayes‘Et Al. Were the Inventors of the
- Invention Covered by Patent Re. 25,740

f In 1ts argument that patent Re 25'740 is in—

"7‘f;val1d because Mayes et al did not 1nvent the subject

tfijmatter covered by the patent plalntlff 1mpr0per1y com-

'fffblnes otherwxse valld pTlHClpleS of law to arrlve at an

'fﬁf.junsupportable conc1u51on and, in so d01ng,‘neglects seve—

””3=Jf*ra1 1ssues of. fact Wthh remain unresolved

The reasonlng by which plalntlff arrlves at.
hlts conc1u51on is 1nterest1ng, even if £erroneous:
Turner s questlon concernln p0551ble varia=—-

7.t10n in the angles of a stralght dlpole antenna renders_f

.'hi”old” as to Mayes et al. the-log—perlodlc V-dlpole an-

.';tenna even though Turner had no conceptlon of the fact
_afthat antennas of thlS type required frequenc1es above the-
1ha1f -wave mode in. order to exhlblt 1mproved galn and di-
-eerect1v1ty -oEven thouch Turner did not have any conceptlon

'”hof this aspect of the 1nvent10n plalntlff s reasoning

‘acontlnues,the unexpected advantane of the V dlpole an-

.;'tenna in the hlcher mode operation . constltuted merely a

‘new use ofvan “oldﬂ;devlce by Mayes et”alt, fer.whlch

~ they are_not-entitled-to a patent.

17




- The_fallatY'in.piaintiff'sfargﬁment.can best

7f‘¢tbe‘éeen by-reverSing the order. of plaintiff’s'presentaF

~“‘tion and con51der1ng flrst ‘whether the 1aw cited by

:“~pla1nt1ff pe1ta1n1ng to the new use of an ”old” deV1ce
is appllcable-ln thls-case It is clear-that'lt 1s not
The cases c1ted by plalntlf{ stand for the

. admlttedly Valld prop051t10n that the dlscoverer of a

0 new and prevxously unrecognlzed advantage in an old

i deV1ce 15 not entltled to a- patent on - the dev1ce 1tse1£
:*The 1mportant language of ‘this statement of the law is
‘°f:"old-dev1ce”, the rationale behlnd the law being that

fonce'a.device is in the public domain (i.e., "old"), t

'”7’;pub11C s rlght to- use that dev1ce cannot be removed or

.fjj{perty not preV1ously appreciated.

‘llmlted by the dlscovery that it has some unobvaous pro—

| If a. dev1ce is truly-”old”'-it_cannot-be_patf
5ented bz anX ne, regardless.of the natufe of the unobvzous

| property.” In other words, an told” device is no ‘longer

e patentab1e SubJeCt matter A ?.n;ﬁ |

J Con51der1ng the. present facts it is clear that

'rthe V- dlpole antenna was not'”old” in the sense contem-

't-_plated by the cases c1ted by plalntlff : The-Spec1f1c

’;constructlon of the antenna was clearly novel, never

'—18- REE
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-tyfﬁhaV1nc prev1ously been made ' The most ciosely related

hfh-prlor art antenna (Isbell's 10g perlodlc array) was
h?clearly dlstlnaulshable |

It 15 clear that plalntlff is not argu1ng that

hﬁhthe V dlpole antenna was o1d” and therefore unpatentable”
hi_to anyone 1n v1ew of the prlor art 51nce such an argu-
:fh ment presents the factual questlon of whether the clearly
.]-novel constructlon of such antennas was, nevertheless

'TfobV1ous in view of the prlor art, a questlon requiring

uexpert testlmony and one Wthh this court should not .

'i-deC1de_on a motlon for summary judgment

For purposes of this motlon, 1t must be con-

.F;Cééed. that ;:h_u_y,dlpole antenna_represented patent-
‘:u”able subject matter and therefore, all'of' the law

C.;c1ted by plalntlff relatlng to the new use of an old de-

fc,v1ce is not pertlnent tdAssumlng that there is patent—

§

::ffable subJect matter in the V- dlpole antenna the per- .

'hﬁ;tlnent 1ssue is, whether Turner oT Mayes et a1 made the

f

1nvent10n ‘as a matter of 1aw i.e. prlorlty of 1nven-

5ftion Thls of course is ‘the issue whlch is present in

5f.,the contests (called ”1nter£erences”) W1th1n the Datent

"f0£f1ce in whlch_prlorlty:must be.establlshed between two

_19_
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lcomoeting inventors both claiming. torbe the inventors
:”% of. the same subject matter. _Also pertlnontzls the law
| xhrelatlng to "derlvatlon of 11’1\/*ention"r , in whlch one -
llfparty clalms that tho other did not 1ndependent1y make
a'h the Anvention, but rather derlved 1t from the flTSt

-;fparty ' It 15, therefore to the- law relatlng to prior- -

"wff;:lty of 1nvent10n and derlvatron that we should look for -

S a resolutlon of the _present issues.,

At the outset it should be apprec1ated that

ﬂ7ijthe 1nvent10n dlsclosed and claimed in the Mayes et al.
&fiihpatent has two aspects : (1) ‘A modlflcatlon of the pre-
.?iiPV1ous Isbell structure using V- dlpoles openlng toward the .
;ffront of the antonna rather than stralght dipoles, and
h:hh(Z) the reallzatlon that the modlfled structure had un-
eh_-expected advantages at hlcher order frequenC1es ‘The
;;latter concept 15 exp11c1t1y set foreh in the dlsclosure
'hhr;and in at least clalms 8 (lines 61- 63) 9 (11nes_18—21),
"-.‘10 (lln'es 50-53) 12 (llnes 31-39), 14 (lines‘ﬂ,S—SZ),
h-(llnes 10- 15), 16 (llnes 50- 52) and.L7r(lines ZéfSO),fand.
fhrlmp11c1t1y 1n the other claims ofethe-Mayes:et'al patent.“:
:j:Both of these. concepts are essential for a completed
:f patentable 1nvent10n 51nce the small mechanlcal chance

71nvolved in- anollng the dlpoles, Wthh had only an adverse




_effect (PXQFJ'an117) en_the-oﬁeration bf'ﬁhe antenne

"ue”fas concelved by Isbell, presented nOthing of En unex-

'.7'pected or unobV1ous nature on Wthh to base a claim
e of patentable 1nvent10n

The law 1is qu1te clear that in order to es -

“ﬂfgtabllsh derlvatlon of 1nvent10n it must be-shown that

:Vﬁthe person from whom the invention was. purportedly de-

TVi}rlved had a complete conceptlon of the entire 1nvent10n

'fﬁprlor to the tlme of the communlcatlon ‘to the other

A

""T}fparty King v. Burnef, 90 F.2d 343, 348;(C.C.P.A,.1937);

"'?f'1952)

*EPTolle V. Starkey, 255 F.2d 935, 938, 939 (C.C.P.A. 1958); .

'»Q;Honer Vi Stlne 95 U S.P. Q. 373, 384 (Pat Off. Bd App.

The case of O’Donne11 V. Hartt 75 F.Zd 185 -

n*(C C.P. A 1935), 1s partlcularly pertlnent since the

'*factual 51tuat10n was 51m11ar to that here 1nvolved ‘In

"fﬁthat case, 1t was held ‘that a casual questlon by Hartt

" to O'Donnell 'concernlng the possible use of a hot_gas

Af'as a, heatlng means, did not make-Hartt'the true [inventor,

. even though the only patentable feature of ‘the’ 1nvent10n

;T.laY in heatlng by b10w1nc a hot gas, and it was conceded

eﬁ‘that Hartt 5 questlon stlmulated O'Dennell 1nto experl—

_,ﬁ'mentatlon w;th heatlng w1th hot_gas. As Lhe ceurt held
. 199): " | O




; We are WIthOUL proof that at the
- time Hartt asked the question he had
.. anything more in mind than the hazy
. ‘notion that hot air or hot gas, if
- applied in some way, might brlng about
. ‘the desired result. 1 confined to
. .the above statement- “of facts it seems.
to us that at the time Hartt claims to-
havé disclosed his invention to O'Don- , SRR
~ nell, he did not have a conception .of _ SRR
© the- completed invention of the counts ' A '
. at bar.  If he did not have a complete
'J‘conceptlon of the invention, he could
-~ not have 'disclosed it to O‘Donnell A

“In the present case, the only demonstrated :1 SRR

/”Tflgconceptlon whlch Turner had was that of chanolng the = M

';Jangles in the’ dlpoles in some unexpressed manner It‘_ f.f’“
Cis not shown that Turner even had in mind the dlrectlon
'*Tpfor the degree to which the dlpole should be angled He

‘had therefore only the Elnchoate 1dea” oT ”1nte11ec~

Kftiptual notlon” whlch the court in the O'Donnell case found S
;'rf:to be 1nsuff1c1ent (p 199) for conceptgon.‘ ‘This 15 mot
tiffa 51tuatlon in Wthh after the SucgestiOH.made.by Tur - :
‘ner; it was clearly w1th1n the ablllty of one ordlnarlly

J'fskllled 1n the art to complete Lhe 1nvent10n ‘as in the

5rpStearns V. DaV1s Smlth V. Nlchols, Atlantlc Works wv.

BradX and Barba v Brizzolara cases cnted in plalntlff'

_r:brief The reference pertalnlng to the propertles of

e'Slnole V dlpoles C1ted by plalntlff (PX 34) obv1ously
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ldocs not expressly relate to loc per10d1c antennas and'
“;;lt is not apparent that one ordlnarlly skllled in the art
ﬁallwould flnd 1t obvrous to apply the teachlnvs of these ref-
'flb-erences to log perlodlc arrays, a type of antenna not - |
:rﬁteven 1nvented until twenty flve years after the refer— ,{J
: f’ences were publlshed MoreOVer in the present case,
LVJeplalntlff admlts that Turner had no conceptlon of the
?;tuse of. the V- dipole- antennas at elevated frequenc1es
ﬂ'ufTheremeXLSts?-therefore{_the factual lesue ef'whether
'fu} these EOntrieutienelmake‘Mayee.et:al ”and not Turner
iithe true 1nventors o{ ‘the V- dlpole 100 perlodlc antennas.
"Because of thls unresolved factual 1ssue _a summary Juda-

5,ment is not approprlate and should be denled

Summarx :V

Regardless of which approach in - argument is’

:';uused by plalntlff it w111 be seen that a summary judg~
- ment should not beugranted.r lhe argumént that-the-V-
E‘a_ntenna:-:._were:‘.'I_‘L_ot_-_'p..atentable.to anjonet(a necessary“con—'
Jli'dition'ferithe:aeﬁlieation of the deetrine that-a'new--
n'uSe of anteid deVice dees-not render theldevice patent-
'lable) ralses the factual issue of the obv1ou5ness of | |

' such antennas over the prlor art, an issue whlch plalntlff




"‘f'matter, the issue is then to determlne the true inven-

_has hef treatedIEHd'whieh.Canno% be'resolved by this
f}court on the b351s of -the 11m1ted cv1dence bofore 1t.
If on the other hand, it is conceded that

 thé'V—dip01e antenna-const1tuted patentabie'éubject

Ll 23

_tor, as between Turner on the one hand and Mayes et al

'7ﬁeen_the_otheru As - We have shown, the,law~on derivation

or priority of 1nvent10n requlres-eithef'a‘conception

'ﬂf_of the complete 1nvent10n for priority to be establlshed

"”jf or conceptlon of at least so much of the 1nvent10n that

f}gompletlon thereof 15'a routlne matter.'.In the latter

éﬁycasé there is presented the factual 1ssue as to whe-

":ff_ther completlon of the 1nvent10n in any glven case is

.uﬂflw1th1n the sk111 of the art. Again thlS 1s-a factual

"f-1ssue whlch cannot be dec1ded in thls court on the ba31s

~of: the facts before 1t ' Slnce Turner dld not have a
| f[complete conceptlon of the 1nvent10n .as.plalntlff ad- -

mits, he cannot be con51dered the prior. 1nvent0r as a

£

':}f'matter of 1aw on ‘the ba51s of the facts whlch have been

- establlshed by plalntlff For these reasons plalntlff‘

'motlon for summary Judgment that Mayes et al were not

_”-'the-true_xnventors should be denied.

24




- -B.. Mayes et al. Were Not Guiltyfof
© . "Unclean Hands'" During the Pro-
. secution of Patent No. Re.'25,740

In thls sectlon of 1ts attack on the Mayes et

patent plalntlff alleges that the 1nventors were

',:gullty of 1nequ1table conduct durlng the prosecutlon
of . the eppllcatlon by not calllng the” attentlon of the
3fffPatent Offlce to two Unlver51ty of Illln01s reports

”?_(PX 4 and PX- 17) as prior references

ﬁAt the outset it must be apprec1eted that “

”Egﬁppleintiff is not alleglng that these reports are ant1c1-
IVzITpating orrlnvalldatlng references in themselves since
'f,1f thls could be shown tho Mdyes et al patent would be

'1nva11d reoardless of how the conduct of Mayes et al. is
x”ﬂf:characterrzed _ Under these clrcumstances, we. belleve

.’p:the proper approach to ‘the issue is ‘that taken by the.:

.ﬂ]court in Technocraph Prlnted CerU1tS, Ltd V. Bendlx

'T;Q;AV1atlon;Corp.; 218 FWSupp. i, 47 (D Md. 1863):

e T The coUrt'considers it to be un-
-+ necessary to characterize the conduct of
the prosecution of the United States Pat-
- ent applications. The Pilkington, Whi-
. lems and Paragon patents have prCV1ously
._been discussed. If they negate novelty,
© . they support the conclusions of invalid-
©. ity if they do not, plaintiffs' conduct,
" however denominated, was ineffective and
therefore harmless.”" - N

. -25" ’
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Sznce the issue has been ralsed howover, we

.+f¢;W111 dlSCUSS 1t as: presented by Plalntlff In or&er
*jn for plalntlff to succeed with its- argument it must

Et Q:estab11sh both of the follow1ng

11 That Mayes et al. were under an obllgatlon
t;e‘ite c1te these references to the Patent Offlce as-g f
:sumlno that they knew of thelr ex1stence as ”pub~
:llcatlons | _

.'fe2._ That Mayes et al. knew or should have known
that PX 4 and PX 17 were "publlcatlons” leOT to
nfSeptember 30 1959 (1.e. ; a year before the fllan

'1edate of the Mayes et al. patent eppllcatlon), yet
ftglthey 1ntent10na11y or recklessly falled to bring
e'ithese references to the attention of the Patent Of—' 
f.iflce o

Both of these points must be establlshed and

"f[fif elther cannot be supported plalntlff‘s argument must
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. 'points,

"Lallegatlon

”fteth112 .Clearly;'lf there was ne dutY to d15C1°56 théa
'-!:fallure to do so, whether intentional or acc1dentai

.Tfﬁu;cannot be con51dered ”unclean hands” Even 1f there
ii.were such a duty,_cood faith 1cnorance of the faCtS

'-t=.cannot be c0n51dered 1nequ1tab1e conduct.m'

Plalntlff's argument £alls on both of these

¢

In the. flrst place it is clear that Mayes et

al. did not mlsrepresent any fact to the Patent Qffice
o durlng the prosecutlon of the Mayes et al patent All
”P}aof the allegatlons made were true and even plalntlff has

.'not alleged otherw1se Their affldaV1t under Rule 131

swearing back of a reference cited by the Patent'Office

"_='conta1ns no allegatlon that they knew of’no:other_refer—f
72 tence with an equlvalent dlsclosure of .an earlier date.

.”&,nor do the rules of the Patent Offlce reqUire any such

" The questlon whlch really underlles the issue

'ﬁe“ralsed by plalntlff is the obllgatlon of an appllcant

' for a patent to dlsclose hlS knowledge of the ex1stence

o

\:ﬁxof references not C1ted by the Patent Offlce whlch may.
:j-p0551b1y be pertlnent to: the prosecutlon of his appll—

'faf,;catlon The law on thls point is clear that w1th ‘the

_;26;'.'f
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S exceptlon of re{erences d15c1051ng the 1dent1cal inven- .
:tlon Li.e., references Wthh ant1c1pate his 1nvent10n)
--fan appllcant 1s under no obllgatlon 1ega1 or equ1tab1e

ito c1te references for. conslderatlon by the, Patent Of-

'ieflce Admlral Corp v. Zenith Radlo Corp 296 F.2d 708,

ﬁ,eef-716 717 (10 Clr' 1961), Wen Products Inc. V. Poftablel

*ﬁfﬁiﬁlectrlc Tools,"- 367 F.2d 764, 767 (7 Cir. 1966).
”?“;;The duty'to dlsclose references-which-anticipate his in-
:!eventlon arises by reason of the oath Wthh an appllcant
':ﬂ*:f};for a patent must make under 35 U.S5.C. Section 115x to

-ethe'effect-that he_belleves hlmself_to be the‘or;glnal

-Fif eﬁd{£irst3ihvehter”- United States v, Standard Electric
'-ffTime7to._ 155 F. Supp. 949, 951 (D, Mass, 1957) . Obv1ou51y,_ -
.Llf he knows of an ant1c1pat1ng reference,*he cannot be-
:‘.11eve hlmself to be the‘flrst 1nventor and therefore vio~
lates his oath Wlth respect to references Wthh mlght be
.‘e.con51dered suggestlve or pertinent (but not ant1c1pat1ng)

' by the Patent Offlce, there is no oblloatlon on the part

¥

‘fl'of an-appl;eant tp,dlsqlose,_ As thepcourtesaldaln United

E 35 U. S C 115

: : "The appllcant shall make oath that he believes
- himself to be the original and first inventor of

'*__the process, machlne, manufacture, or comp051tlon

- of matter, or 1mprovement thereof for which he
'5011c1ts a patent N .
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States v Standard Electrlc Tlme Compdny, 155 P Supp

. 949 952 (D Mass 1957),‘appea1 dlsmlssed, 254 F.2d
o598 | - - S o

, ’ ”There :has been no ShOWlng that
.~ undetr any’ statute or rule of the Pat-
.. .ent Office, or profe551ona1 custom, OY .
wo-canon of ethics there is any explicit
;.o or dmplicit obligation resting upon an -
... -applicant for a patent or his solicitor:
oo to disclosé to the Patent Office all
.. the material which he has used in evolv-
. 'ing ‘the invention he claims. Cf. Bec-
~ ‘ton- DlelDSOD & Co. v. Robert P. Sherer
*. Corp., D.C.E.D. Mich., 106 F.Supp. 665,
' ].674 675 affirmed 6 Cir., 211 F, 24 835,

: The appllcant s obllgatlon under
35 U.8.C. 8 115 and under former Rule
46 was -to state whether to the best of
- his-knowledge and belief the invention
‘has been described in any printed publi-
" cation. Of course, a putative inventor
" must disclose any printed publication
i~ . which he either knows or believes des-
cribes: the very invention claimed. Uni-.
~ ted States v. American Bell Telephone
"“Co., 128 U.S. 315, 355-356, 9 S.Ct. 90,
32 L Ed. 450. More than thlS if he
.= knows of a printed publlcatlon which -
% . plainly describes his claimed invention,
“ .. or comes so close thereto that every
- .reasonable man would say the invention
- claimed was not original but had been
~anticipated; then regardless of his per-
“sonal view that he dis the original inven-
tor, he will not be excused £0r his _
o+ failure to disclose his knowledge.. But
.- the applicant has no duty to cite- Every
- publication of which he knows, or which
- he has used, merely because the publica-
...tion is one likely to be referred to by
. @ vigilant examiner in the Patent Uffice,

ey




o

'.“-‘.‘i o

.. ox bY'a:Tival in an interference or
" “other proceeding. It is not the ob-
- Ject of the quoted statute or rule

L the Patent Office, of to force the
applicant to set zp what he regards. .. -
..in good -faith as straw men which he
reasonably and in good faith believes:
f-he‘can Xnock down.”-[Emphasis added).

lfIn 1ts brlef plalntlff contlnually alleges

_;that Mayes et al were gu11ty of unclean hands because‘

';they did not meet the standard of-conduct requ1red of
.i?. app11CantS 1n ‘the Patent Office. It 15 51gn1f1cant
.ltihowever that plazntlff does not even attempt to - app1Y

”;the fects Qf the cases‘lt cites in support of its argu- -
© “ment to the_specific'facts here iﬁV01V9d:inl°fder to show
L whatnthe-pteec}ibedeetandard of CQnduCt iéln.ThiS_iS
tyifquitefunderstandable since the cases cited bY piaintiff
“;'1d1d not 1nv01ve factual 51tuat10ns even remotely corres-

g pondlng-to the present one. Thus, in the Hazel-Atlas

-t}CaSe;'the epplicant in'support of his argument-that his
”‘.1nvent10n was patentable, brought to the attentlon of
lnfnthe Patent Offlce a publlshed artlcle osten51bly wrltten
,‘by an . 1ndependent expertlln the field who extolled_the'
ll;ladvantages o{ the 1nvent10n Thetfact wae thet the ar-:

”~‘t1c1e had been “ghost wrltten” on behalf of the appllcant

sy
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‘”sf;jand was’ not at all the work of the supposedly 1ndepen-

"fffdent author

Slmllarly, in the PreC151on Instrument case,

‘ffethe patty gullty of unclean hands possessed persua51ve

ﬁestev1dence that dellberate perjury concernlnc the date
.;of the 1nvent10n had occurred durlng the prosecutlon §

‘fa of the patent appllcatlon and had falled to brlng thlS.

'xfulnformatlon to the attention of the Patent Offlce

Nelther-of these situations involved the duty
- of an appllcant to c1te non- ant1C1pat1ng art to the

t“fPatent Offlce, whlch is the only issue hereln 1nv01ved

fPlalntlff makes no clalm that the Un1V8T81tY reperts con-
. tained an ant1c1pat1ng dlsclosure, the only basis on
.'twhlch 1t could support its argument that defendant was
l_under an obllgatlon to dlSClOSG Accordlngly,_Mayes et
"G:al had no duty to C1te the University reports and theTe-
 3Tipfore could not be gullty of unclean hands for not doing
0. | | _ .
, / _
As to p01nt (2),_the above d15cu551on assumes
”?;e_that Mayes et al knew that the Un1verszty reports were
. prlnted publlcatlons” w1th1n the meanlng of the patent

"‘aﬁlaws another fact Wthh is cruc1a1 to plalntlff s argu-

.“[fment and whlch has not ‘been establlshed Plalntlff
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iﬁfenabases_mﬁeh:ef-iteiefgumenf on ifg_ciéim ehat Dr. Mayee
”.j'keew efethe-”publication“ of:tﬁe reperts mere than one
"fieyeef7§rior to-theefiling of his patent applieation
| Regardless of whether these reports eventually achleved
leegal status as “publlcatzonsﬁ, it should*be noted that
,ewheneisSﬁe&,.these reports did pot have the character-
efisties.fypieal ef mosfeprinted publications, -iee., books,
ljournal artlcles, prlnted pamphlets and the ‘like , which
:f_are w1dely dlstrlbuted in great numbers. : Rather the
‘:_;reports_weregllmlted_ln number and-lntended for c;rcuf
'eii 1afien ohiy'ameng afsmail seiect éroup of individualei
' ”?fUndef Similar‘circumsténces reports of thls type have
' been held not to be'”publlcatlons " even thouﬁh there
.':3ewas no restrlctlon on the c1rcu1at10n3 and the reports

'”*f;could well have been dlstrlbuted to the general publlc.

_1}See Bx parte SUOZZl, 125 U.5.7, Q. 445, 447 (P.0. Bd: App.
fa1959) -

- "At best, even assuming that there was
no prohibition against the author of
“the report, or the named ‘or other of--
- ficial recipients of copies thereotf, o
from. giving coples or imparting infor-. -
- mation contained in said report to C
~ others who would be classed as the pub-
- Tic in general, this would be merely '
.+ permissive and would not show unequivo--
. cally that there was in fact any pubii- -
. 'Cation of the report on the July I5, =
~ 1953 date here of concern. ' (Emphasis
uadded) : - -

-31-

e als
e




Dr. Mayes undoubtedly knew that these reports

:d?hfhad been prlnted and circulated in accordance with an
*t_establlshed dlstrlbution list. It cannot be said, how-
.ht;ever and it certalnly has not been demonstrated “that
. he " therefore knew or should have Lnown that they had

'-_achreved_legal-status as publlcatlons at the time the

affidavlt'was'made‘“ Accordrngly, plalntlff‘s argument

f falls on 1ts second crltrcal point, that of show1ng that
':Mayes et al had knowledge of the facts at the time their -

‘ijsallegedly 1nequ1table conduct occurred

Although we believe that the issue, for‘por-

'-f_poses of the present motlon '15 clearly resolved by the
5dabove d13cussron ‘a few comments on’ the allegations in
t plalntlff s brief are in order On-page 61 plalntrff
.hiigalleges that-the-Mayes'et al. 'appllcatlon'”dld not state
;.that the work of Isbell was completed or known to Mayes
tfet al: before they made therr alleged V dtpole 1nvent10n "
This is presented under the headlng ”Uncontested Facts”

”:t;and as a. llteral statement _1t is technlcally_correct

32
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o siﬁcefhoxsqth'ailegetibn'was; in fact, made in the
7:Mayeseet-al app11Cat10ns The import of the statement,

- however, is grossly unfalr and. mlsleadlng, 51nce in the

flrst place ‘as’ we have pelnted out above, there is no

t i requivement that a patent appllcant mus t dlsclose the
 i11mater1a1s he used at arr1V1ng at hls lnventlon d
jesif{secondly, there are 1n the patent {col 1 eil; 19 39 and
i €col.f2gy11; 45 49) express references to- the pendlng Is--
:fefbell patent appllcatlon in a manner Wthh clearly indi-
'ﬁecates tha} Meyes et_al. knew of Isbell's work and dld not 
”?gclaim:ﬁe'beethe iﬁventors-thereof Mo;eover durlng ‘the
‘tprosecutlon of the orlglnal Mayes et al appllcatlon (PX-
‘;:;29 p '32j;”the follOW1ng statements WeTre “made on behalf
.;[iiof Mayes et dlg at the tlme the affldav1t here under con-

"?Luslderat;on.was.presented to the Patent-Offlce:

"It may ‘also be stated to the Examiner .
" “that the substance of the cited publi-
::-cation [the Isbell article, PX-28] re-
. presents work done at the University of’
~o-I1linois-in its Antenna L&bofatOry,_at
" which location the présent applicants,
- at the time of the filing of their ap-
~“plication above 1dent1fled were Co-
- workers. Under the c1rcumstances and -
° surely in view of what is set out in = .
~the application papers filed, the Exami- -
“ner surely must be fully aware of the
o full and complete kncwledege the present |
. agpplicants had of the Isbell work at the’
"time their application was flled T
'(Empha51s added)
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On page 64 of its brlef plalntsz makes the

;f"statement that ”Wayes et al. took stePS tﬁ remove that
'fftprlor art [the Isbell artlcle] from con51derat1on by
’”fthe Patent folce rather than rely on an - arcument that

sodt was not mater1a1 R Mayes, in fact presented an ex-

Vh;ences,.lncludlng the Isbell artlcle dld not’ render the
_?hMayes invention unpatentable (PX 29, pp 32;34):: Fur-
-ﬂathermore 1t is not at all. cleaz that the W1thdrawa1 of-
Gi the rejectlon was. . based solely or even malnly on the af-
';:fldavrt whrch was flled rather than on the technlcal
Whiargumentfwhich was made The Examrner s response to the
'_fnargument and aff1dav1t sald only ”The Rule 131 affldaVlt
h:rls accepted'and the rejectlon on the.Isbell reference is
.3w1thdrawn " (PX 29 pl 44}, The Examlner s statement
-1;does not . preclude the p0551b111ty that the technlcal
.°ﬂargument played a srgnlflcant part in his dec151en to
:hW1thdraw the rejectron When' such uncertalnty eXlStsg'

"°‘1t has been held that there 1s no reason to believe. that .

';the Patent Offlce was swayed only- by one argument to the”

zcsexclus1on of the others Plax Corp. V. Elmer E.-Mllls
~ Corp. 106 b Supp 99, 416, 418 (N D. 11_.1-.‘ 1952), modi-
“*'fred 1n part on other grounds, 204- F Zd 302 (? Clr 1953)
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o Summafz'7 5

ié Tho conduct of Mayes et al , ‘during the pro-

secutlon of thelr patent appllcatlon can by no stretch

of the 1ma61natlon be con51dered 1nequ1table “because:

._l._ Although Mayes et al. knew of the-ex1st-

'ence of the prlor reports there is: nothlnc to in-.
wﬂ}dlcate they knew or should have known that these.

"re orts had achleved le al status as " ubllcatlons”
TEep g p

'Zf Even assuming that Mayes et al did know

.':of the ex1stence of these reports as publlcatlons
_tthey had no obllgatlon to convey thls information
©to ‘the Patent Offlce '51nce the reports 'did not dls—
'e-close thelr 1nvent10n. ‘An appllcant cannot dell— _
lberately mlsrepresent facts to the Patent O£f1ce |
but. he has Do duty to call attentlon to outstanding
ﬁprlor art w1th1n hlS knowledce unless such prior arto,

L constltutes an ant1c1pat10n of the 1nventlon

;

. CONCLUS TON

efl. There is no persua51ve eV1dence that any

publlcatlon of Q E. R 2 occurred prlor to. May 3 1959,




#lehlch mloht render the Isbell patent in sult 1nVa11d
'ffThe only pertlnent ev1dence presented by plalntlff (the
7 :oplnlon.oanles_Johnsonj has been;controverted by defen-

'ndant and-:if7for-ne other'reasen :thisifaetual'COntro—

o versy prevents the grantlng of a summary Judgment

_ 2; The Mayes et al patent-is not 1nva11d as

”;j'plalntlff contends on the ground that Mayes et al. did.

‘not 1nvent the subject.matter. It.lS clear that the

'"ﬁ___V-dipole'leg-periedicfantenna.was:patentable_subject

N

"fjﬂmatter'at theftine the Mayes et al. ‘applieation was filed..
1 tOn the 1ssue of prlorlty of 1nvent1en between Turner and
B ;Mayes et al Mayes et al. must be con51dered the 1nven-
'ffhtors entltled to the patent because Turner never had a

| complete conceptlon of the- 1nvent10n

3 The Mayes et al. paternt Re.'25,740eis not

li_unenforceable because of “ynclean hands” in the Patent’
.'.;'_...:Offlce When the affldav1t was filed, Mayes ot al. did
‘not know that the prlor Unlver51ty reports were lecal
"fhj”publlcatlons” and in any event,. there was no obllcatlon
'aheto c1te these reports to the Patent Offlce 51nce ‘the re-
ports dld not ant1c1pate the V dlpole antenna covered by

:;the patent




. Plaintiff's motion éhould_bé:déniedrin its

"';Q'Reépectfully submitted,

' MERRIAM, MARSHALL, SHAPIRO § KLOSE

.-+ Basil P. Mann '
- A Member of the Firm .
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_Chlcago Illinois 60603 . -
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