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IN THE UNrrED STATES DISTRICT COURT
FOR THE NORTHERN. DISTRIC'l'OF ILLINOIS

EASTERN DIVISION

THE UNIVERS1'I'Y OF ILLINOIS FOUNDATION,

,Plaintiff and
C()Ullterclaim Defendant,

-, V',-

BLONDER-TONGUE LABORATORIES, INC.,

Defendant and
Counterclaimant,

Civil Action

NO. 66 C 567

-v· -

JFDELECTRONICS •CORPORATION,

Counterclaim Defendant.

BRIEF IN ADVANCE OF TRIAL
OFDEFENDANr AND COUNrERCLAIMANr,
BLONDER.-TONGUE LABORATORIES, INC.

INrRODUCTION - THE PARTIES AND ISSUES

, :. ' :: " "

',',' " .. '<'

Patent No•. 25,740,_i~~$ued "'<:>"h> /

to Paul E. Mayes and R~~',rL: t::;~~\ ,~! ~~;~~~;~,:':'. ,
"\ i 90; ,j)

brought suit against defendant:&' a, New Jersey corporation,

Plaintiff, The University of nl1nois Foundation

(hereinafter referred to as the "Foundation"), as the owner

of U. S. Letters Patent No. 3,210,767 issued October 5, 1965,

to· DwightE.Isbelland.' Reissue
1965'

March 9,~1,

Blonder-Tongue Laboratories, Inc. (hereinafter referred to

as "BT"), for alleged infringement by the acts of manufacture

and sale of television home-receiving antennas.



This suit was commenced pursuant to an agreement

between the Foundation and JFD Electronics Corporation (herein­

after referred to as "JFD"), under which JFD was granted the

exclusive license rights under the Isbell and Maye~ et al r ,)""
I ~ (! '" i" ~""" .t; e fdS',..".A&I;""",,",

patents to manufacture and sell such antenna=x ~ /iafi!;,;"o"""",;
Defendant/'Br, although not having' a place of busi­

ness or its residence within the jurisdiction of this Court,

voluntarily consented to jurisdiction;and coun,tercla1med

against the Foundation for a declaratory judgment that said III

patents are invalid, void, uninfringed and unenforceable.
::> <. ',' , ',::

In its counterclaim, Br jOined JFD as'a second
::'ii,:';: " "_ .,if":'

counterclaim defendant and included counts for' unfair competi-
>;':.;; " ::: --. ' ":- ';'

tion and antitrust violations in whA)ch the Foundation was

for trial.

The Isbell andMayeset al Patents

As defenses to the Foundation's suit f,or patent in-
,.... '..... '" I
:\·,1';' ,,':!

fringement (and in support of Br' s ceur' • g de:claloatorY
.I.., ", " " , <:': , ,:", " ,<, ",,' '"" .::",<',1::,: ; ,:"

jUdge:;;' count)' relating to the same), Br shall ~nd~av~rl' to

demonstrate, among' other reasons for invalidity,i n()bJ'tnf~inge-
'> "',, ,: ',' "._.,' .•. ,'" .:, ,--,:,' :._ I ';:'1:

ment and unenforceability, the following: '
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1. The· sUbject matter of the claims of the

Isbell patent No. 3,210,767 was described '1Y's7
11".A7~e : ./

in a printed publ1cation*pub1ished~ ..~ .
1\ •

than one year prior to· the May 3, 1960,

date. 01'_ appl1cation for said patent in

contravention of Sec. 102 of Title 35.

United States Code [35 U.S.C.102(b)J.

2. The antennas of BI' do. not emp16ythe sub-

stantiallY coplanar or cO..¥l1near structure

of antenna elements specifically proviqed

tor in the claims of each of the Isbell

and Mayes et a1 patents but, rather. employ

the spaced vertic~lanearrang~h~ntfor

which the U. S. Patent Office gr~ntedthe

Blonder et a1 patent 3,259. 904 t~?l'.:

wheret'o.r no infringement of the ISbe],],'

and Mayeset al patents exists.

3. The SUbject matter of the claims Of the

Isbell andMayeset al patents wasflilly

1: 1

art they were ot the type that wel:'e~learly

obvious to one skilled in the artandjjthus

the patents were issued in contraventl~onof
35 U.S.C. 102 and 103. ,:;'1

* Antenna Laboratory Quarterly Engineering Report N~!~i 2'1
."Research Studies On Problems Related to ECM Antenl!-as. '
Electrical Engineering Research;Laboratory; Unive~sity
of Il1X-lnols.Ul'bana~ Illinois, dat.ed 31 Mal'ch 1959.

:' -' ~ - !',



4. With %'egaX'd further to the Maye13 <eit al

patent. the alleged inventors did not

themselves invent the subject matter of

the claims of .this patent. butder:l.ved

the same from another*. such that the

patent was granted further in contra­

ventionof35 U.S.C. 102(f} and 103.

5. The Mayes et al patent is further invalid

for double-patenting and for having been

reissued contrary to the grounds provided

~ by statute for reissue patents.
,

35 U.S~C. 251.
,

6. Both the Isbell and Mayeset al patent13 are

unenforceable in view of the unclean hands

of the Ij'0undation and its exclus:l.vel1censee.

JFD. not only irrconnection w:l.ththe a9ts of

uri1'air,6ompet1t1onand antitrus1;~io~aUon
,. ,.. ,', ..," c.,

herein~fter summarized, but f~rther because

the Mayes et al reissue patent (and the

origin!'ll· patent the~for)was prqcll~dbY

the FOUl;1dation presentingto·the·pa~ent

Office deceptive and m1S1eadfing;i! eV~depce
., ", ':.' -r.. .: i

, .. ,. ,

* At least from one Edwin. M. Turnerot'<.wr1ghtpatterspnAlr
Force Base, Dayton. Ohio.
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to tbe effecttbat the earlier work of

Dwight E. Isbell was nota part or the

prior art; whereas it was 10 fact a part

of tbe prior art and had been described

10 prlo~~d publicat1ons* more than one

year before the Mayes etal filing date;
"

As a result, the Patent Ofricedrop~d
, '
; ,i

the earlier work or Isbell fromconsidera-

tion as prior art against Mayes et:al,
I. : i

which it otherwise would not have (jone,

and was':thereby influenced to gJ:'ant said

original and reissue patents.
' .. " ,;'"

Because

the Fo~dation and the alleged inventors

knew th~ peJ:'tinent facts. or Sh~Uld!hi:l,ve
,i,')"

known tl',iem, they have come 1ntocourtwith, ,

unclean'hands and are not ent1tledtoen­

force stich patent, and the patentis~n­
valid. 'Hazel-Atlas Glass Co. v. Hartrord-

,

Empire Co•• 322 U.S. 238 (1944);preO:i.sion
" .: ,',',::,; .::!

Inst~nt Mnf. Co. v , Automotive,Maintenance
, II

MachineIT Co."324 U.S. 806 (1945};lwhker
: .'"!,.,;;!::<,"I:
i ,_ .' ,,', ." , _,;,':. ,':,>. I

x"p..tp Process 'Equipment, 'Inc. v.iFOO~1 Machinery
" , , i" ,', >1

and Chemical CorpOJ 322 U. S. 172 (196?) •

* Including report of footnote,1i page '1, and Antenn~Laboratory

Technical Report No. 39. "Log Periodic DipoleArJ:'~Ys."
Electrical Engineering Research Laboratory. UJ:'banli\. Illinois.
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The defendant BT is thus entitled to JUdgment

(1) that the Isbell and MaYes et a1 patents are invalid and

voidj (2) that even had they been otherwise valid. they are

not enforceable againstM' a$a result of the unclean hand$

of the Foundation and JIi'Dj and (3 ) that in any event • said

patents have not been,infringed byM'.

M' I s COUNl'ERCLAIMS

{
A. Unfair CompetitIon ~
B. Antitrust .
C. BT Patent Infringement

At the trial of the issues ofthecaunterc1aims. BT
will endea\llior '" "

. ~o JlJ'Ut- prove acts of unfair compe~:l..c)n of the

li'ounciation and1JIi'D (thatia1sobear upon the un~lea~hanCls matter. 7
supra). including actstihat f'0¥erconstitutea,v'lOlation of "I

I -.- -', ~, . ;. i

theant:l.tX'Ust laws. ancrlacts of infringement of th,e M'antenna

patnet 3.259.904. as we1'1.

A. Unfair Competition 1./:
,to 1,1<'1'-.,.c., \

With regard to unfair competition. the oonspiracy and
fi

actions in pursuance thereof by the Foundation arid' J!i'Dw111 be •

s~~ tln1aWfu11~j( d:l.SSUade~M' I s cus~;::,~so~~~d.".~~0:02~~(1
customers fr:'~PUrchas~N~antennas \B¥""iridbidualand joint")

acts 1nolu~ ciroulat1Dg'false and/or m1s1eadi~ ne"s,re1eases.
!

advertising. announcements to the traae.threatsand statements

with regard to l.itigatic:m. the right ofM' to' market so-called

l' 6 -



(
(fv, C:.-

1I10g..periOcUc" anteruuu:J'i\t.~e scope of t~e patents in suit .. all

tot~e irreparable.1n.1ury of BT.

Fur~her to prevent competition fromBT, it will be

shan that JFD de],iberately hired awayfrOtllB'I' .the head d a.nd

key sales manager of theBT antenna programJary<at a time/#

(after the filing of this suit againstBT)when $aid program

head was investigating, On behalf of 'ffJ!, tfle unfair <competit!on

and antitrust activ:l.t1es .0fJFDthatwe:re 1ll1peding the sale of

B'1' antennas in the market place.
~'··~-.P

.
B. Antitrust

-~----~
---------- Though the lal'lt"named act has hampered Br ~n its

..
proofs, it,is expected lI:bat this case w1l1'bewell documented-

and otherwise proven.

The above mentioned acts in restr41nt~f ~()mPetit~on,
,,' .. ',' ..... ,

I

particularly in the ~ light of the fact that JFD is amongI the

largest manufacturers of said antennas in the country,· coupled
" .. '.' " " ....:,): ;«:!

with misXuse of the FOundat1on'Isbell and Mayes et ~l patenrs
;(',:t ,', :;,:-;, 'I

for purPoses of seouring tie..in sales not oovered bY, those !
. I

patents'~"ZJlJI'" oonstitute clear violations of the antifrust

laws (150 U.S.C. 1, 14, 15).

C. BT Patent Infr!ngement

AM..thregard to ~B'J.'patent 3,259,904~
/'}. " ' -".::;- ;' I
<:", , ', . ••..• I

it will be shown that th;i;S-patent, oovers a highlY.unobviou8
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1mprovement, contrary to the co)\planar antenna· element. teach­

ings of theJl;i Isbell and Mayes et al patents and the then-lmown

art relating to "log-periodic" antennas .. an1lnp1'Ovement that
\. - ' J ~

, .. ..... . . . V1v-·'l4-,e.titt'~_'\
thuscornltitutes highly patentable inventi0tXanQ-.tba.t JP.D

.ehose widely to copy and incorporate into it,S antenna line

following the appearance of the BT antennas on the market.

WHEREFOR!l,itis believed thatcountercla,1lnant BT is

entitled to an injunction restraining the acts of unfair com­

petition, ant:l.trustv:l.QlatiQn and patent infringementcQm­

plained of 1I1.theeoun'tex'cla1mj and, in viewOtthe want,on

character of thelllegal. conduct of the Foundation,. and i'JPD,

triple damages Jeandattorneys'fees, as provided tor by;Jdd£

HOFGREN, WEGNER, ALLEN, STELLMAN & McCORD

CO'Ult't.

. ;, - - . - ~: : .

statute, together with such otper and further re1ief as may

seem proper to this

Attorneys .forDefenqan~
and Counterclaimant

OF COUNSEL:

Rines and Rines
Robert H.Rines
Dav1dR1nes
No. Ten Post Office Square
Boston, Massachusetts 02109
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