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N THE UNITED STATES DISTRICT COURY
NORTHERN DISTRICT OF ILLINOIS
BASTERN DIVISION.
UNIVERSITY OF ILLINOIS.FOUNDATION,
| Plainbifs,
V8.

Neo. 66 ¢ 567

BLONDER-TONGUE LABORATORIES,
ING. snd ALLIED RADIO CORPORA=
TION,

S g g R St riot? Sien G o S Vgt gt

‘nef@nﬁaﬁﬁs.

?RANSGRIPT OF PRGQEEDINGS had at the
haaring cf ﬁhe hearing of th@ &bo?& entitied caus@.
b@fame the HON. 36LI§S ER HOFFM&N, one of the
gudgea @f said eaurt; 8itting 1n his eourt room
in the. vni aé Stutaa CQurt Houpe at Chicago, Illiw
noﬂa, on th@ i2%h day @f fugust, igﬁ&, at %hm heur
of 10:00 olelock a.m.

PREQEET:
Mr. Hate F. 5@&9@@113 and
Mr. Norman #. mhaﬁirag

con behalf of plaintiff:

Mr. Johp Rex Allen,
on behkalf of defendsntp.




THE CLERK: 66 ¢ 567, University of Illinois
Foundation va. Blondéw»Tangu@ Laboratories, et al,
decigion @pdéfanéant$‘ motion to diswliss complaint
and thair”aitarﬁative motign for gummery Judgmend,

THE COURT: G(ood movning, gentiem@n,_ Thank you

for coming in.

Apparently thilg is an sction for patent

- infringewent brought by the patent holder. The

defendants have moved to digmizs the complaing

for fallure %o Jjoin an inﬁispanaablé“parﬁy, or, in
tna'alt@éna%ive, for a pummayy Judgment in their
f@w&ﬁﬁéﬁ'thig isgue, |

Thy defendants’ supporting brief of May 31,

‘1966; é@n%ains 2 gtatement of facte uhich the

-~ piaintiff agress in 1s oppeslag brief of June 10,

1966, may vo Laken as true for the purposge of ﬂ%eiﬁm
ing this mwtian. ?&aﬁé feots sre bthat the patent
h@:@-ingélv&ﬁ ig af'tﬁ@ invan%iem.of a Log Pevicdie
Antenna; that Ghe yiaimﬁiﬁf hég graﬁt@ﬁ to the JFD
El@atramiﬁg Géfﬁ@r&%i@n'aé @zc}uﬁivé llcenge under
this patent $h the fielﬂ.nﬁ receiving antennas |

for televiglon and FH hf@éﬁa&g%img sta%iané;



that the allegedly infringlng éevgﬁﬁ eomplaim@ﬁ
of in this suit aperat@s in the fi@lé covered by
the license held by.JFK. ‘The defendants contend
that JPD is th@refera an indis?ensablawyarﬁy to
thia sult. | o ‘ N

It has been the rule since the case of

Watermen vs. MacKenzie, 138 U.8. 252, 1891,-1t 1s good
to see a date, Mr. Allen, that deesn't include me <«

that the only vransfers pagglng tltle to a patent
paibenthoze conveying {1) ﬁhéfwh@@a_ga%én%; gom-
prigiﬁg the exclusive right té méke, uge, Or
vend the invention bhroughout the United States;
{2) an undivided #art or share of that exclupive
righté-or {3} the @xcluaive ﬁi?ht to pyactic&'th@
invaatlon threughcut g specjxi@ﬁ part of ze%he
United States. ”h& trensfer of an 1nter@st ghar%
af-ghe nfithase 15 a mere li@eﬂge, giving the _;
iicenses no Hitle in the 9&%&nt, | |

The inte?asﬁ held bs tn@ JFB E1&etvcnics

Gergafat¢mﬂ ig not sufficlent te consbituse it a

_waterman assign@aau Eh&ﬁ is, an ;*awnev of an wvn-

ﬁivi&@@ ghare of the pm*an@ @wﬁed by the plaintlff._



i
It has been gralited only the exclupive right to
practice ?he;inventiﬂnrin~a*11mite@'commércia1
fielﬁﬁgand-ﬁhat is mét‘withiﬁrfhe definition of

title-holders set out in Waberman,Etherington vg.

" Bardee, 290 F.2d 28, Fifth Cireult, 1961; Fauber

vg. United Etatee, 37 F.Supp. 815, 435, Court of

'Exa;ma, 1941.. JFD is, therefore, under the

langusge of Weterman a licensee.

The law ag set out in the recent cases
ig elear on the point that here lliceansees ars not
indigpensable parties Tto an infringeﬁent.guit
brought by the patent aﬁner.f-maes@ véu Eaton Mfg.'
Co., 35 F.R.D. 162, Northern Distriet of Ohic,

195&5 Kurtzon ve., Sterling Inﬁuﬁtriﬂs, inc., 228

- F.Supp.686, Baptern District of Penngylvania, 196&,

E. W ﬁliﬁa Ga. v@. 091@ Meﬁal Pirpcesns ucmpamy,

1?%'F,Sg§p.*99;-ﬁﬁrtharm District of Qhio, 1959,
',Th@ naprower guestion wrg@ﬁ-by the

defaﬁﬁaﬁté 13 whether 8 mere licensee, whoze

grant ig-@xclu@ive,:ﬁught t@‘b@'tr@aﬁeﬂwﬂifferegtly

than non-execlugive Zicénaees in cages where an

alleged infringewment of the patent has sccurred

in the fisld covered by the li@@ﬁéa.

In thig regmrd it should be noted



thaﬁ JFﬁ is not to be the exelugive practi-
tioner of the invention covered by the patent.
1t i instead %o be the exclugive uger in a |
limited field. Tha éxelusiveneg@af'its gré%t,
however,.gives it no greater interest in pro-
tgctiﬁg.against infringements in the ilgenged
area ﬁh&n that of s non-exclusive licensee |
~who is ﬁevertheleéa the s@le.licénae@ of & patent,
yet the laté@r is nob iﬂdispenaabag to an infvinge~
mént action. Compt@gr&pn Co. ﬁsa,ﬁniv@ﬁgal |
Accountant Machine Co., 142 'F. 539, ﬁerthernw
Distriet of Iliinois,1906. o

The Gourt is aware that there are cases
‘which indicate in dicta that an exclusive licensee,
-whoge interest is not that of a éat&ﬁﬁ ouner,
might be an indispensable. parby o en infﬁing&«%
ment action by the pabtent owner 1f the licensee's
interest 15 within the eres ef the slleged infringe-
ment. F@r éﬁamplé,,?a R..%allary &.G@g vs;_éuﬁ@“
motive %frﬁ‘lﬁutlegg by F.Bé&lﬁg.ﬁ@mﬁn@rn
ﬁistﬁie% of Hew York, 1930. The more wacent
cageg are eonbravy ~ito this position, however,

v } ;



particularly Holliday ve. Long Mfg. Co., 18
F.R.D. 45, Eastern District of New York, 1955.

The ‘exclusive llcense there involved was different

‘in scope from that held by JFD: Mors imphrtantly,

‘Mowever, it was 1ike /'JFD's in that 1t trans-

o ferred an. axclusive right und@r the @yééteét‘
which ﬁiﬁ not attain the pr@part*&nﬁ of a wgterman '
ET @asignmant,J &cknawledging th&t there has been :
‘f'j a differvence of opinian on the iﬁﬁﬂ@a the H@lli@ay.

e decision staﬁ@s thmt.

"The @aunﬁ@r'ruig_igﬁthat an exclu~

- sive licensee whelfalis emt@i@@.

' the definition of an assigmge in
Waterman va. Hauﬁanaae ig net

ian amdispanaable party pi&intiff

‘in anfinfriﬂg@$ent_sgit brought
bﬁ,tha gat&ﬁt aﬁn@r," '13 P.R.D.
at 48, _—

»

See-&lso E. W. Eli&s Co. V@, Gol@ M@tal Eraﬁucts

Gam;&ny, Lo whiah I hava pr@viwugly rafaﬁr@ﬁﬁ

. Zenith Radlo Copp, vsu_Raﬁie Cex@ﬁ'af America,

i@lrF.Sup@.'803, Dﬁsﬁriet ﬂf'ﬁélamar@;'EQB b,
The c@pe .of- B@nwar vau Laros, 2& F.R. D.

450 1q not dispositive here f@f that ncur% aggumed




afguendo that an exclusive 1icansee mlght be
indispanaable and did-net'actually decide the
igsue. - |

I do nét'maaﬁ to agsert that the inQ"

teprest held by JFD or by any patent llcengea ig

not of the sort which could come within the

definition of an indiapensable pavby as developed
in other areag of aubstantive;law, The cages in'

th@wbatenﬁ realm have developed as an @xeeptianl

'-'té-th@-g@n@ral rul@é_reg&raingAindiapansahl@

parties. And it 4s not surprizing $o .find rules

peculliar %o patent law under ﬁhajﬁeﬂerai Rulesn

‘ offCivil Procedure. It ig well establisghed that

although they are real bartiea in interest, patent
licensees ave excepled from.th@-eparatien_mf-
Federal Rule 17, anﬂfinﬁringémeﬁk actions wmay ﬁat
be progeeata&;in thelr name alioug. '3 Hoore,
Fe@erﬁl-ﬁrae%iee, ?aragra§h 17.131, &t pages
1362-63,. A primary reagpon fur-th@me_@xggpﬁian;
r@stSiin[th@ at&tg?grg fr&mewark;@f the patand |
gysben, whiech provides the ?em@ﬁ3 pf gults for
iﬂéyingam@nt by‘th@'yatemﬁgan-Bﬁ ¥.8.¢., Setklon
aﬁl.&nd Seatien 100, _ﬁ rule whick would DIOVEnT -
s patentee [rouw p?@S@cu%img an ihfringamaﬂt

actbion unless he Joined a mere licenzee like




JFD on the ground that it was an indispensable

party would be at odds with the remedy cr@at@é 
by Seotion 261. See Holliday ve. Long ME&. Co.,
lﬁ;é;R.B. at %@q%?; eaﬁparm Etherington vs.
Haédee, 290 F.2d et 29, |

- Moreover. on the facta of thig eas@ as

thay seem %o ba from th@ plea&inga, 1 am-not

- persuaded that any pz rejudice te the parties

is 6§c&sioﬁeé.by,denying the defendants’ m@ticn;
JFB~caulﬁrapply for leave ﬁ@-int@rﬁema iﬁ thig
suit_if<it thought that th&ﬁ.mas:raqﬁireﬁ to pPro-
tect-its‘iatégest,« I gsay they could apply for
laéveé I_éa not pags on thair;rigﬁt te.int@fvena‘
ltiéﬂeg not appear from the record that ﬁnah applie
cation fow intervenﬁioé hag b&én prégemt@él s@@' |
Gold Meﬁﬁl Préceas'co. v . AJumiibium Campaﬁy of
America, 200 F, Supp. o7, s42- 143, Eaat@rn Dige
triet of T@@n@as@@, 1961

. Thi& actien ig b@ing pros@euﬁﬁd mzth
the Mm@ﬁl@ﬁg@ and consent af.J%B, See affidavit

" of JPD'e vice-president, atbachéd to Ghe plaintiff's



3

brief, stating that this actién ﬁas'initiaﬁ@d
by the plailnbiff at the request of JFD. “

Ap noted iﬁ the Holliday case, 18 F.R.D,
at 49, an sxeclusive licensee is in effect a party
when an 1nfring§§en§;actien,ia prosecubted with
ite'cons@nt and épcﬁledga, anthné Sugéeme Ggﬁrﬁ
has expressed doudt that thet licenses would be |
peprmitted %o bring a‘suhsequenﬁvaetion agalnast
the game defendant for the 3ama.infringemen%;
‘Birdsell vs. Shallol, 112 U.S. 485, 487, 1884..

'Th@ dafendanﬁﬂ br&@f@ﬁ ufg@ in their
supporting memorandum that JFD 415 & conditionally
necessary. perty and should be Jjolned &s such.
However, nothing pregented to the court 1llus-
trates that the comditieons reguired by Fedeovral
Rule 19 for pfeq@e&img.theréuﬁa@r sre operative
in this case. .

| I must observe thet although the argu-
ments raiged in the briefs of this motion dealt
with e&g@é under the pfier Rﬁle,lg,f amendments

td the Federal Ruiés becams effeétiv&'omiﬁuly.ig
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1956,-and Rule lélwas subpstantially changed
I haveﬁdruleﬁ'that patent 11@@&&6@9.

atané or stood ag @xeeptians to th@ g@nargl

rulea regarding the 1ndispenﬁability of Qarties

 und$rwthe previoug language of Hule 19. The

"WO?ﬂiﬁ& of the new amendment, &@wev@r, makes the . 50

aefﬁﬂiﬁiém of “indi&p@ns&hility” a part of the
 Federel rules fcr the firad tim@* ‘Rule 1gfa)}
. now Yrefars to @@raena to be Jeoined if £aaaihle»
anﬁ‘arlie@naae iike JFD does not fall within the
clagges of persong there d@sarib%ﬁ3 JFD isg
.nét'é_party in whose abaenca "enmplata reiief
| a&nnab be accorded among tneﬁe &1raaay parﬁiﬁa,
nox 48 it @ party cl&Lming‘”ar imter@at rel&t*ng
te the subject . /cf the aation and which ia 8o
sltpated that th@,di@poaiﬁiua_@f:the action in
nis sbsence may (1) sg a praeéé@ai matier impair
apeiﬁpaée its abiiity to protect that imteg@st, ®r 
(Qj-ieaﬁé_any of the geraams-élr@adf pavtieg
sub ject teo & gubsﬁantial riﬁk_@f inaurring double,
mui%ipleg-ow etharwiae;imaansis%@nt obligationg
bﬁ?ééaséﬁ of his c¢laimed inﬁé%@ét.“ |

That is oleay fﬁbm ﬁy earller remarks.

Tt becomes obvious fyom seannimg the amended
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Rule 19(b} that only those persons defiped

in 19{a) can be indiapenzable, and as JFD is notb
such an entity 2s is there described, it cannot
be found to be indispengable under the new Rule.

Mr. Glerk, the motion of the defendants to
dismiss the complaint for failuve to join an
1ndis§ensable party, and their alternative
motlon for a summary jéagm@nt:en‘tﬁat isgue, are
denied..

The defendants are méé@reﬁ-to fii@ a
reaponsive pi@aéing to the ceﬁpiaint, or,'z should
gay, an anaﬁar‘te the ccm@l&inﬁ'?m z don 't know
which one of you repras@nﬁs'émfié 1% you, Mz,

Allen? | |
HR ALLER : x-répr@saﬁt ghe ﬁ&fendams, your Honor.
@HE'GQ&RT: How long? |
MH; ALLEﬁ: 20 days?
THE é@ﬁﬁ@f 20 daya té the delendants ta)fiia
an amswer; | | |
MR. ALLEN: Thanlt you, youp H&hér.

ELIE



12
IN THE UNITED STATES DISTRICT COURT
NORTHBRN DISTRICT OF ILLINOIS
EASTERN DIVISION ,
UNIVERSITY OF ILLINOIS FOUNDATION, i)
. | ‘ - B
Plaintifs, %
e e e g No. 66 © 567
BLONDER~TONGUE LABORATORIES, INC. )
and ALLIED RADIO CORPORATION, %‘
D&fenﬁantéf )

CATE

o o

CERTIFZ
I hereby certify that ﬁhe asbove and fore~
goling transcrl@t, pages 1 to 11,\15 a fuli, trueg
and accurate transerlption of wmy original ahqrth&mﬁ
notes taken on the ﬁ@aring of the ebova-entitled

‘cause on the 12th dey of ﬁuguatg 19566,

W

Dorothy . L. Brackenbury,
Officinld 'Court Repovier,
United States Distrist Courd,
Hovrihern Dilstrict of Illinols.

¥
£

pated: Augusht 13, 1966.





