














MAY A PATENTEE SUE FOR INFRINGEMENT
WITHOUT JOINING AN EXCLUSIVE LICENSEE?

We are presented with the'followihg‘prdblemz_.
Ma is agsignee_of a patent and grants an exclusive
license to B;' | | o
o C is alleged to infringe.
A sues C, but.Bfis;noﬁ joinéd as é party.
-is-B,'the exclﬁsivé licensee a necessary partye.
If so, any cases 1n Illinois or that circuit?“’
We have also the following additional 1nformation'
First, The "exclusive licsnse to B" 1s for a-
partlcular field only, j' o | o |
Secnndly, C is charged with infringement in that
precise partlcular fleld, ‘and | |
Thirdly, the exclusiva licensee 1is required to pay
royalties, wherefore an invasion of the field by the infringer

¢ will affect the finans;al returns of_both A and B.

6 PROPER, NECESSARY AND INDISPENSABLE
| PARTIES |

There 1s also a subsidiary'Question reiating to
the wor6 "néQessary“; 1n_the expression "hecessary party".
The ward_“hecessaryﬁ éhduid probably have'ﬁeen
"indiépensable“. Ih_thié connection, refebence may be made

to Barney v. Baltimore City, 1867. 6 Wall 280, 28L:
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Thers 1s a class of persons having such
relations to the matter in controversy,
merely formal or otherwise, that

while they may be called proper parties,

the court will take no account of the
omisslon to make them parties. There is
another c¢lass of persons whose relations

to the suit are suech that, if theilr :
interest and their absence are formally
brought to the attention of the court, it
will require them to be made parties if
within the jurisdliction before deciding

the case. But if this cannot be done,

it will proceed to administer such rellef:
a8 may be in 1ts power, between the -
parties before it. And there is a third
class, whose interests in the subject matter
of the sult, and in the relief sought, are,
‘g0 bound up with thet of the other parties,
that thelr legal presence as parties to the
proceeding is an absolute necesslty, without
which the court cannot proceed. In such
cases the court refuses to entertaln the suit
when these parties cannot be subjected to its
Jurisdiction. There are cases in which,
quoting from a prior decision, "a final decree
cannot be made without elther affecting that
interest, or leaving the controversy in such
a condition that its final determination may
be wholly inconaistent with equity and good
“consclence."

The second'claésigf persons:here mentioned may .
be termed "pfoper"-or."pécessary" parties. The third |
class are in the ﬁindiééehsablé“.dlass. As will appear
hereinafter, the “exclusivé_licénse" is in this insténce
-"indispensabie". It is also é "pfoper" or "necessary"
?arfy, and-the‘COurf w111 o}dér it to be_madé a party if it
is within the jurisdictlon. As merely a "proper" or
."necessary" party, however, the Court sould procéed to
adjudicate the case witbout.its_presence.

~ The distinctioh:isiof'impoftancé for several
reasons, not the least of'%hiéh is that,.in:thePCQSe of a
"prOper" or "necessary" péfﬁy, Rule of the Fédefal'

- Rules of civil Procedure requlres that an answer be filed
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to the complaint; but that, in the case/of an "indispensable"

party, it is sufficlent to file mere]

Rule 12, F.R.C.P. Defen es‘ete._

(b) How Presented. Evepry: defense + ¢ » shall
be . asserted in the responsive pleading thereto
if one is required, eXcept that the following:
defenses may at the gption of the pleader

. be made by motion: (7) fallure to join‘
~an indispensable pe;ty. _ _
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%Rﬁﬁ EXCLUSIVE LIGENSEES ARE ASSIGNEES.
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f ssoriiamia,

o
Ianaterman Ve McKenzie, 1891, 138 U.n. 252 255,
ﬂ %gﬁ‘gﬂ&ﬁ@ﬁ&wgﬂm

the Supreme Court distinguished between three kinds of

ﬁf
assignment of a petent, on the one hand, end bar 1icenses
j, -
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a motion toldismies:.ﬁ.

4

on the other' ?EvefywinetrUment that does not fall within_

" one . of  the. three kinds of a signment

;follows*ﬁmMW,wﬁnungen

. & o
.butsa mere‘llcenee, -Theﬁthree.kinde of assignment are as

"Dhe patentee or his assigneee may,

by instrument in writing, %ssign, ‘grant
and convey, either, Ist, the whole patent,
comprising the exclusiVe right to make,
use and vend the invention throughout

~ the United States; or, 2nd, an undiv1ded
_part or share of that exclusive right; or,
3rd, the exclusive right under the patent

within and thrcughout a specified part of
the United States,j_:

A holder of any of these three rights, the Ceurt continued,z

is an assignee, vested with

"a title in so mucb of the patent itself
with a right to sue infringere, in the
second case, jolntly with the assignor;

e in the first &nd- third cases, in the name

S . of the. assignee alone

N, This 1ast uotation is to the effect that the

N r?

assignee, even though termed'anf"exelusive licensee ,_*
Am "
%Lﬁ“ &«f‘é‘&iﬁs’ ““gh’ ;
The true party in interest, and, therefore, the party g

only psrty so entitled
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to eue, in the case of he first - e«&m&es. In
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. the case of the secozj gjaes, he yfis required to fue "jointly

5% L L ad &gf
{wjth the asmgr@é 'y beca se hg does not have complete title
to the petent. He has tit}g to only "en undevided part: or
v OE A £ that exclusive £1 httf'mﬁﬁwwﬁﬁwwﬁf f?ﬁ emaini
Rl S, Js are o at exclusive #ig e owner O e, remaining _
BN f G i L eie’weee«w
3 W&%\ : “part or share") must herefore ,]oin in the suit" in order that "’
- § 2‘3\% the defendant may #iot be compelled to become subjected to a
5 ,‘%‘ @(;,f;a i 4
% .1a1:er euit for r:_.-ngement of guch remaining part of the
f%*fe:% % S E : e MLt
h Patent. S ﬁ?
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-@h«reﬂmm;mned n Independent W:.relese _
Telegraph Company Ve Radio Corporatlon of America, 1926 269
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g% &é% 5'U. S. LL59, waﬁfe Supreme Court found s way %o, solve the g
| Ag j‘%% %gproblem, ﬁ%egh'?h-mﬁof how to force an unwilling wﬁﬂﬁgﬁeﬂwﬁ
o *Q%WQ f%?‘:gaiflieensor, who 1ls out of the jurisdictlon, to become a perty |
_ % “% !to an infringement sult by an exclusive llceneer. +Though o4 R,
Nx%%‘%g.;:ﬂ%%%mnymaffﬂ“““¥7ﬁ§efﬁﬁiﬁ?ﬂﬂ?”wiﬁﬂrm%hnyewsxudetiéaeméeé;;:Emmﬂﬁﬂ i'_ |
| g\% { P&Eﬂ-@&éﬁgﬂ%m%ew -epinicn, fer ~6XEMpey-pape—ib @,nwtna;mwﬂ@e _
‘ % eﬁ& _gwefmmmneemwedsee e Supreme Gourt gave reéqgons
| \ ey W S ) s ’

—~ .'for its e'clsiory One of them, pages L66-1i6
-\the then petent lews, R. S. Sectlon L;921, required the -owner
rof the patent in- sult to be the plalnt:l.ff. The correspondin,g;

o present statute is 35 U,5.0. 281 end 100A%§) . The other
E Frsyer

,,gﬁ ﬁe’g ?ﬁgfiﬁlfm
reeeon, however, wbieh-l 3 interest hewe, was, page 168,

“that,

"in most cases to enable the alleged
infringer to respond in one action to
all claims of infringement for his
act and thua either to defeat all
claims in the one action, or by satisfying
.one adverse decree to bar- all eubsequent
_ actlone. '
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Bakelite Corporatlon Ve Lubri-Zol Deﬁg;‘

1940, D.G. Ded, 3L F. Supp 1@2 :LLLLH;
ey
V”j—dgment sult, and the. questlon raised 4

sufficlent to sue the patent owher. aligﬁ,ib_.,;,
. . . : ﬂf@’? gf’; r‘, L f{

ffan equity sult for in i
~of demages in the acfoué

: fmeasure for the e
rules of equity 4o nof
* owner to. recover«theﬁdamages sustalned by
the excluslve licensbe. . Thus the execlusive
liéensee must be joined to recover his own
damages and ?ﬁ pr:;ent a second auit therefor. "

That is all that. is qﬁiessgry fcr our purposes, here. The
%t@mé;. .tw,.f:._q;:,,.,p\ye‘a,em PUCROS L.

. “In,' declaratory judgment sult :
a5 to the validity and scope of a patent
there AXs no patent accounting and the
~ ressof for the equity rule with respect
. to. the joinder of an: exclusive license

a £ 1y " : f
"j e fﬁw@:&«g‘ %n(’w;’.};g gﬂ T W#Mﬁ}} e '}’?& iy ﬁg“@w
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93
?fé with the seconﬁ~class of exclusxve licensees,

(_-_._,.r—‘“

discussed ;n t
¥ f“'
The quesggonﬁfor decis

Waterman caSe, that Wwe sre here concerned.

gnwia whether the owner of the -

f

art or shafe of the patent may alone sue, Without -

£
remainigg
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Under the Waterman cagéi he-;s reqﬁibed to sue
"jointly" with the exclusive 1léenses. 1t 18 well known,
furthermore, and, therefore, does not equire research, that,
if B, instead of A, had bifn the solefplaintiff he could have
forced A to join in the snit.' Thls,ghowever, is the reverse
situation, where C wanta,to lmow wh%%her ‘he can force B to

- R |
join in the suit. _; . g

Lot ot @@aﬁﬁw | /?m?"-

SEVERAL AUTHORITEES OLDIN%*THE
[ &

EKCLUSIVE LICENSEE.mgmBE AN

"«,m

INDISPENSABIE P?RTY.‘
In a - very early case, ﬁammond v. Hunt, I Banning

Arden 111, 11 F.C. P. 391, Mo. 6006 1879, C.C.Mass. p 393,

-Judge Lowell reasoned: = 5.

"Can an exclusivé licensee
maintain a bill in eﬁuity for infringement
without joining the patentee? And can the
patentee maintain on’ without joining the
~licensee?” I answer#both of these questions
in ths negative. -

Thls, however, 1s perhaps not a good authority, because'

-Judge Lowell continued. ‘f
"By an exclusive licensee I mean one which
does not amount tp an assignment, by reason
- of something resqrved to the patentee, as in
Gaylor v. Wilder@ 10 Bow. 51 U.8. L477,
where the patentee excepted out of his grant
the right to make the machines within a certain
part of the terﬁitory granted; or in several
" cases like thisjat the bar, in whleh the patent
"has been divided by subjects and the ﬁrant is
to make certain artlcles exclusively."

But Judge Lowell before the Supreme Court

di&, in the Waterman case. S0 let us examine later authorities.

‘“““““““ﬁﬁwenkd“&ikﬁ“Ti?ﬂ%w@@«invi%ewaﬁﬁﬁnttﬁﬂ“to & dicfﬁﬁ

i .'Radio Corppration America v, Emerson, 192L, 2 Cir., 296
) £ ﬁ;ﬁwﬁ’f’: A wrcs & Srnd Ly ”,
' : the Rad1o Gorporation bruught“sutt,-§§"
: / 6244 :
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sndfled

' 4ﬁwwmi#§xclusive licensee in restricted fieids, pu«;~-"
gy fehwm AF O ~ g L
é%éf' " 6, the ﬁgcan Telephone ‘and @elegrap Gémpe ¢
| ﬁé«ﬁiﬁ ?eefww’%ee#%ﬁ%ﬁf Ll tmadt Fonn
wwrefuseﬂwteeje@n aewawp&eintifﬁe

NﬂmM“qurdQur pu&pe&aﬂ,.thampantin&n$»par$+®feﬂm@ﬁkwmm%@ﬁy
onpaga. 55 0. 508 LL00k. thaty.df the American

A Telephone and Telegraph ddﬁg:pany wEa suaﬂ’jhe defendant for

' 0 blisaavdeccadn o
- infringement &g owneﬁ,'without Joining the Radio Gorporation,

a8 exclusive licensee,

Mn suits for infringement fer invasion of
.the flelds covered by these llicenses, the -
appellants could, in equity, properly
plead the absence of the Radio Corporation,
‘ . &8 ‘a party. ‘ _
B S - L
In support‘of this holding, thél??ﬁ?t”ﬁited s —

. Burdsell v. Shaliol, 12 u.S. L85

Ve Conkliﬁ 145 F. 955

'These two cases, however,fdealt with cases in which the 1icenses

meigsiﬁé “The. Court continuedf/ % ‘i’ﬁé’“ ﬁ%ﬁ”fg@f@ﬁ% ﬁw

"In a suit in equity, the general rule
is that all the persons interested
‘should be made parties in order to
dispose of all the claims and end the

" litigation. Any party who will be
directly affected by the decree is a

. necessary or indisPensable party, and

where. a party may be directly affected

- by the decres, a court of equity will not
proceed without him, 1f he is within the-
jurisdlction of the. court "

Sy

_ In Brogdex Co. V. Food Machinery Corporation,
1936;,D.C, Del., 16 F. Supp.i?28, the.defehdant flled &
ﬁotion t0 dismiss upon the ground thatlthe.euit had been
‘filed by'the'patent owner_without joining the‘exclusive

licemsee. It appeared that the defendant was likewise a

)‘3¥'

T

&4




Court of Appeals held that

ﬁ‘“" %w . W*’ M‘M

-11ceneee, though a- bariﬁlicenseeﬂ?(apparently a sub-,
licensee)?end it appeared further that the suit against ;Z?

defendant might heve been either for patent infringement °rw£§%
violation of the terms of the defendant's non-exclusive license.
The complalnt it appeared, was based upon both grounds,

praying for both an inaunction and for violation of the
e gy pglesroid =

terms of the license contract. o .

- The Dlstrict-ﬂourt held,'pege'230 that, irfespectife

of which of these two grounda of suit was 1nvolved, the
‘exclusive licexeee,'as such exclusive llcensee, was an

indispensable party, and accordingly dismlased - the suit.:'
On appeal 193?, Cir., 92 F. 24 787, 789, the

AT
A AN
e T gt A 2 i

~4W$hiﬂmhﬁdmhﬁ&@ﬁﬁ;patent

suit, ¥ w@?@gm:ﬁ% ¢
. - 4 )

"Upon the question of the validity or

extent of > patent rights, the
absent party here might ‘well be an
indispensable party

B papumrinie. '-wmmmww"‘“""‘

this was not necesearily the case in

e’preeenf suit,

.Whlch was for violation off the 1iceo 8- contract.

"On the queetlon 'of confract rights, the "
.absent party, although a proper party,
might . not be an indl pensable party

Thenﬂonnhmnnled¢that the exciyelve licensee was not an
indispensable party in thisﬁéuit for violation of the
'licerne contract, and thatfthe rights of absent parties
could be saved in the decgee, without making it a party.
There is lanzﬁige in this case, by the Dietrict

'Gourt, page 230, not erruled by the Court of Appeals, .

7
_ from the point of a &ilt for patent infringement, that ie

of interest in the g@esent connection. ‘Wbether.from the
point of view of_i?%ringement or violation of the licemse

contract, ; _
: ‘ -
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The Court concluded _

"The patent in questloqfrelates only
to features for printing presses and the
patentee has granted to De$ter and Harris
between them the exclusive right to meke,
use and vend feeders for printing presses
throughout the United States"

3
g

"that the agreement is an assignement of
the entire patent to Eexter and Harris
which ineludes the right to sue in
- their own names withgut jolning Backhouse as
plaintiff . « '« since Backhouse has parted
with title to the patent and 1s not an
indispensable- partymr

In that case, the patentee had provided for royalty
payments, and also received & license back to sell 1n Great
Britaln, and- the Court ruled | |

- "The reservation of a royalty does

not prevent the @greement from belng an
asslignment . g-*

. The fact tnat Backhouse recelved a
license to sell EBritish feeders for British
built machines, does not defeat an
' aSSLgnment A : :

The court ruﬁ@d further ‘that Backhouse, the

inventor, was "not an*indispensable party", but that

'"Harris is a proper p@rty

Tbe'“lndisyenﬁable party"t, according to this decision,

therefore, was, not the patent owner, but the exclusive

‘licensee, Dexter (?nd also Harris" who was called a "proper

.par ty__" ) .

~In Paper Gontéiher Mfg.'Co; v. Dixle Cup CQ.;

1947, D. C. Del., 7L F. Supp. 389, 396, an épplicant for patent

-agsigned his applicatlon to, the Beconstruction Flnance '
| GREA L ' / af‘*% }
Corpqrat n. (It wes really a mortgage. Tpe_gpplica%t ¢
e ﬁ A =:ﬂf§;{§iﬁﬁﬁ'§’ﬁﬂ'§§§ f dpbeghit S L é ﬁ
filed sult under R. S. 4915 with u% joining the @wﬂ@e., The A
T gf?% B

P
[ fit

' District Gourt held %hat“thd

ind ispens able party s
‘«éf M"h‘

refused leave ‘to amend the compla1 t 50 as t?/QOin

and dismissed the suit.

=
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The Court of Appeals, 19u8 3‘612%?§f§0 F.

09, agreed en

'.-{ Ny

333, 337, certiorari dugied 336 U.78. 9

. Wy dredy .
'everything, except that the amendment to the complaint should

Vg aal,
not have been refused The Court of Appeale heli¢£hat the -

P T oy Faest ﬂﬁi"
applicant and the RewF?”E; were bo 1ndiepensable parties.

To effect' Radio Gorporation of America

‘v. Internationel Standard Electric Corpcration, 1956 3 Cir.,' '

Lo é’*‘eﬁ‘ﬁ* f;?;eew eawe@:fg fﬁ f %‘;ff;zj e*f

Ao tal Proceee :

232 P. 2d 726, 728/m?i;§ ﬁ’f

IR . W Bllse Company v. Colde.

Compeny, 1959, D.C.0hio, 17 F. Supp.‘_ee, 130~ 131, it wae

argued tbat a counmerclaim ehould,ie dismiesed because the

counter-claimant had not goinec an exclusive licensee.. Tﬁ?

-d have been’gggﬁéct

Mmmmmm

. and that, in the ceee before the cg%rt, the license did
not confer “such a bundle of rigb%e" " 'The licensee was
'atherefcre not an indispensablgfparty to the counterclaim
The circumstances attendant upon a8 case may,‘
of course, modify the general rule._ In Salee Affiliatee Ve
_Hutzler Bros. Co., 1947, qﬁc. Md., 71 Fo Supp. 287, 290, aff.
19&7, u Cir., 16l P.2d 2@0, for example, an exclusive
liceneee, the Schering Corporation, was denied 1eave to
:intervene in a euit fér infrinéement upon the ground that
the exclusive-liceneé contract eXpressly provided that it -
would have nho righﬁ to- intervene, '
Mang alSo because of the absence of any
showiflg that the Schering Corporationt's
righﬁé under that agreement would not- bE'
- adeqliately presented even though it was
denied the right to intervene at. this"
:pOint

- The de01sionaof the Court of Appeala dia. nct even. mention the
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point though the title of the case included the-

parenth981s' (Schering Gorporatiop Interventor).

As anotgggmﬁxample?mf&f@?@ﬂt@ﬂMﬁy"be“made”to

| Parker Rust-Proof Co. V. Western Union-Telegraph Co.,-
1939, 2 Cir 105 F. 2q, 976 which presented a case where
'8 e pfﬁ* - .
an exclusive licensee should, under the rules, have been
Joined, but where it was held thagﬁin that partlcular case,
he ghould not be joined because of estoppel arising out of

inequitable ‘conduct of the opp081ng party.

il

“M«wawmwwwww'Hnder“Ekightiv*&rffe@&ngmﬁ}xngmﬁgﬁces, where no
| /

l estéppel or.mnequitable-conduct wi? evidenced, however, the

'fsame court, at_ the same bl v%j%$6”%$#%Wﬂfﬁf€feﬁﬁmfésult,'

‘“"’""’“’m’“ % f'" : :
winJNachod v. United States .ﬁ}u‘ COey Inc. Ve Automo@@ve
Slgnal Corporatlon, 1939, 2 Cyg., 105 P, Zd 981 982
ﬁ

's Edition, 1937, p. 1822,

3 Walker on Patents, Del%é
Section Shl, sayss

"When an equ;table owWner brings a
sult in equity /ih the name of the holder
of the legal tifle alone, the defendant

may, by meana of a motlon of the Court,
compel the equitable winer to become a
co~complalnany in hls own neme, 1f that
action ils necgssary to the protection of
the rights og’ the defandant, |

citlng cases, and, ' f'

.a‘

L Walker, Sec. lSBlD;p. 2666, says furthers:

"In edulty, the axclusive license and -
. the patentes should generally malntain
the suitjgointly,

cltlng further ca&es. Another test is
3-Moore, Sect. 1?511 p l35h,'at P 1358,

/ _ '
All the casges discugsed above have- involved cases

of tbe first cyass dlscussed in the Waterman decision. We,

'however, as béfore stated, are. interested in cases involving

‘F
L

the sacond class.

_;2_'




'.Authorities Holdlng That The Same Rule
‘Applies In Connection'With Exclusive

Iicenses Of The Second Class Discussed

_.-,  "y In The Waterman Opinion - *-'ﬁgﬁﬁ
/{*’7 Sy s loadew p2unndyl - htin Af‘m mﬁfW /WWW P

A ;ﬁféﬂﬁ%ﬁ%ﬂf Aads A
{fﬁ%% 24 mjﬁg 2 L+ )’nmvm L

Outlet Inc., 1930, D C .S.D.N.Y.,. u5 F. 24 810, 813,

for example, suit was brought for én }1ngement, without
f’f;ﬂ“* wﬂ i At
~joining ex lu51ve fiéensees. The €

_ Gt ld]
however, were in various fields forelgn to the fleld’

of use by the defendant. Reviewing a large number of

under these eircumstances,

authorlties, the Court held thati

no such joinder was necessary.

"While there are a number of cases
holding that an exclusive licensee must be
included as a party plaintiff, it was undoubtedly
upon the theory that an exclusive licensee had -
exclusive equitable ights in the matter or
fleld involved'

| fuﬁ? ﬁi%giz‘f%ﬁ 59 fp B

:f’

@fﬁw ?‘f’?? éﬁ*’%‘g f&* A fﬁ%l o W{f

"such licensee is not affected and no good
~ purpose wWould be served by forcing it to
‘become a party plaintiff“ :

In Fauber v. United States, 19&1, Ct. Cl.,

37 F. Supp. 415, 135, as another example, the owner of a

patent sued without joinlng a licensee whose license, though

exclusive, was in a 1im1ted flel%f?nly, dlfferent from the field

involved in. he Go Ft of Claims held that, 80 far

as that particular suit, relatlng to .a& different field, WaSy
gilowst zn pungloplswim s

concerned the licensee was not even a necessary party. '

A

Both thes "'Ges,.as before stated wers of a

' negative character. They relate to 31tuations where,

because the mattey in suit‘rglgted to a fleld different

vz
S

wvbuef Uy @m*% ?%&mf ﬁﬁvﬁif” a‘f fﬁwﬁﬁ;;
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it wes therefore not necessary to jei-fthe'exclueive‘liceneees

a8 parties plaintlff.
Another. cese, Pope Manufafturlng Co. of

Connecticut v. Clark, 1891, C C.M .s h65, 789, ?92 though

not really pertinent will be j}ecussed Tor what it may

be worth, in the Appendix. -/
AlL further that ;}{1 be considered here is. tbat

- even 1f a party is not “1n§ pensable", but only necessary

be may st1ll be added a8 party to the suit if the Court

can acqulre Jurisdictlonfover him._'
;

NECESSARY PARTIES

e .._' -a..—..-‘y,.'... PP SH% ﬁa & . %:
_ SR prov1510ns of Rule 23 and of subg vision ' SR

{b) of this rule, persons havi . . b

ies and i

joint interest shall be made pg .
be joined on the same side as plaintiffs ' ' L
or defendants. When a personswho should ' i
join as a plaintiff refuses ﬁ% do =0, he. : !
may be made a defendant or, /in proper ' B
cases,  an 1nvoluntary plai 1ff. S !

(Note. Rule 23, relaﬁ%e to

' class aetion$
Subdivieion (b) will be ﬁiscussed presently.

The second sentence of (a) conforhs to- Independent Wirelees
Telegraph Gompany Ve - A g_
Radio Corporation of Amerlca, 1526 269 UeS. h59)

(b) Effect of Fallére to Join. ‘When persons _ ;
who are not indisggnseble .« . s _ ' 5

(Note.. It is ouricontention that the ' S
exclugive lice;ﬁee is indispenaable) . :

- (Note, however, that this Rule 19 distingulshes ;
%wwwemwmwmé#qn@mWﬁ%ﬂﬂee@Mﬁw%%W%m%m@mg' /

: fﬁ%M : i

ﬁewﬁei 9”? "neﬁessary" parties "are not indiSpensableﬂ;'V!_
bt low Rl

mheugh they ougbt to be parties

A . it ._

e o @Mﬁ’&w ,«“" Ao 2t e, j é‘% é‘* em

to effect complete juetice, _




the.case may neveftheiess be tried in their aboenoé.)
(Bven "necessary" parties, nevertheless, may be
compolled, on motion, to be jaioed. - Buch joinders may be
walved, bowever, by failure tf file a suitable motion _
‘reasonably. See Rule 21, “%ﬁSJoinder and Non-Joinder of
Parties.") | | j |

Coming, now, tof the authorities, the folloW1ng two.

'L | wwwmwmwb_”
_W;ll suffici;wwwiwww

- [fmww@wwm@%-ﬁental Precision Shoulder, Inec., v. L. D.

' Caulk Co., Inc., 19u7, DeCoBD.N. Yo 7 I/T' R D. 201,@%&% -

P——s..-\-nl"'“ S

example, a patentes, after fillng sui for infringement,

'moved to amend the complaint by addl as an “involuntary

(Fed

plaintirff" the Consolidated Diamond Saw Blade CorporatiOn,
which has "certain exclusive righté in said patenti". Tho |
Saw Blade Company declined voluntérlly to 301n as coplaintiff.
The defendant opposed fha motion arguing that
Saw Blada was not an 1ndispens%%le party.
The Court held, hoo?%er, ‘that Saw Blade was at

least : ;
"a "necessary" paﬁ%y (niot indiSpensable,
but on the other hand not nominal)
and it ought tofbo made a party if that
can be done without depriving the court of
jurisdiction ogﬁthe parties now before 1t.

F.R. 19(b). /
i
- The Court gra%ied the motion to. the extent of

_ permitting ‘amendment oggthe complaint in such fashion as to

recite the relationship of Saw Blade to the oontroversy.

{
The Court pronounced the solution presented in this
case to be the revergo of the solution in the Indepemnient -

%’r

Wireless Case, 1926; 269,.U.S. 459, but considered that it was
. - . £ ‘ o :

#
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- not nacessary to make the reverse declslon, since the same

in another manger.
a”

‘This case hgs never apparengiy been clted in any

result could be obtaine

other case.

¢

3
K

Aﬂﬂthﬁﬂm&&&ﬂw

_ Dalmler Mfgz. COs Ve Gonklin, 1906 C.C.S.D.N. Y.
_ 1&5 F. 955, 556 ] '5

Referrlng to the ob;;ctlon that there is an

' 1mproper Joinder of partiesﬁcomplainant I thlnk the bill prima
" faci sufflc1ently answers the license to Lehman Charley to
indicate the exclu51ve cparacter in the terrmtory specified.

In any event, the bill‘%lleges that- Charley has an '
;.intereﬂt in the patenﬁed invention which is capable of being

; impaired by the asséited Wrongful acts of the defendant,

%,and accordlngly;/ée is thought to be & proper party

: 3complainant.'_ /

CONGLUSION

i A
o s

,.-a--—~-’—'"-"""' ALzl

There may possibly be one iink mlssing in the above

w"

}chaln, namely, that there isJ:igpﬁ%bority deflnitely holding

;%that en exclusive license in & particular field must be

Rl

:Joined as party plalntiff n a sult for 1nfringement against

a party whose lnfrlnge{ nt lies in thatfvery S ame fleld.

thagiaded 4 |
#eT, that:

It has been established

-__y,_a patentee may not sue for

Vi Qst. PRI AT T S S A R

‘ﬁ?ﬁbaﬁallwﬁiglég of he patent;






