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E _leadlng manufacturer and suppller in the fleld and were

_ .;‘in'connection with theﬁantitrust aspect 1t should
H*be noted that in D. Exfﬂ; lOl it‘is conceded that "JFD
'Electronlss Corp 's'"one of the world S - larqest producers
of TV antennas ; and that the JFD ad D Ex 42— J- 6
:'1dent1f1es JFD as the “World s largest manufacturer of
_TV-&-FM antennas"‘ a statement whlch Mr Flnkel testlfled

"=at'b. Ex 42, page 22 was "accurate and “true The

-act1v1t1es comg&%}ned of whe were, therefore, thus of the

dlrected agalnst BT,'a brand newcomer to the commercral

: antenna market
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miitrust laws.

only.

tsions the Slherman AntI-Truét

i, 44 of this fitle ahil sections

quatic prodicts, see scetlon 522.

S mo_nopoiizing.dr restraining
.'Title T, Agriculfure.
e section 1221 et seq. of this.

ating: anti-trust laws, refefcncé
Lrmed Forces.

te,, see section 5b of Title 49,

froight prohibited, see sectipn

L ) : o

E‘:‘t]e 5. Executive Departments’
0 or procesding arising uadet

d Judicial Procednrve,
fed, see section §02(h} of Title

w:-.th manufacturers and others
4" hog-chglery virus, see ‘seq- -

e_ with processers, producers,
In handling any agricultural

£ Title 7
e, see section 62 of this title,

s lnnd Violation. of anti-trust
of business. of offending cor-

N 4T of this titie,
or wholesnle price prohibited,
"IN kmport trade as anlawful,

fections 1012 gad 1013 of this

tle, and the Clayton Act of Qct..

> -contracts or transactions, see-

ation . of - anti-trust [aws, sce

ity: proceedings open to ' | -

b s g el

e ——

[}
k.

¢h.1  TRUSTS, ETC. JN RESTRAINT OF TRADE 15 §1

packerg or live pouliry dealers restraining commerce or creating a monopoly, see

" gection 192 of Title 7, Agricuiture. N -

Radio— . . N . : o

~ Competition in commerce, seo.section 812 of Title 47, Telegraphs; Telephones, and
© 'Radiotelegraphs. : : : S
Aanufacture or sale, see section 813 of Title 47..

.. Refusal of license after revocation, see scction 311 of Title 47, -

Felecasting of professional gports contests, antitrust laws exempﬁun. see _ch:\pterf

22 of this.title, . . . . : . R
Tobaceo. control, compacts between States; see section 515 of Title 7, Agriculture.

§ 1. Trusts, .ete., in restraint of trade illegal;. __exce_pfjion of
- resale price agreements; pemalty -

- Every .co_nt'ract,r___c_o_n_ibi{iat‘io1;:;i1_1__ the form of trust or otherwise, or.

conspiracy, in restraint of trade or '_cb'mmérc':é'ax'Iiblig"the'5"'se=Véi€aI

States, or with foreign nations, is declared to be illegal: * Provided,

That nothihg eontained in’sections 1-7 of this title: s_hall render il- .
1egal, contracts or agreements preseribing minimum prices, for the_
vesale of a commedity which bears, or the label or container of

which bears, the trademark, brand, or name of the producer or dis-
tributor of such commodity and which is in free and open competi-
tom with “eommodities of the same general class produced or dis-

tributed by others, when contracts or agreements of that description

are lawful as’ applied to intrastate transactions, under any statote,

~law, or public pelicy now or hereafter in effect inany State, Territory,

or the District of Columbia in which such resale is to be made, ‘or to
which the commodity is to be transported for such resale, and the
making of such contracts or agreements shall not be.an unfair
method of competition under section 45 of this title: Provided

jurther, That the preceding proviso shall not make lawful any con-

tract or agreement, providing for the establishment or maintenance
of ‘minimum. resale prices on any commodity herein involved, be-

tween manufacturers, or belween producers, or between wholesal- :

ers, or between brokers, or betwéen factors, or between retajlers, or

“between persons, firnis, or corporations in. competition with . each

other.. Every person who shall make any contract or engage in any
combination or conspiracy declared by sections 1-7 of this' title to
be illegal shall be deemed guilty of a misdemeanor, and, on convic-
tion thereof, shall be punished by fine not exceeding fifty thousand
dollars, or by imprisonment not exceeding ane year, or.by both said

punishments, in the discretion of the court: July 2, 1896. ¢, 647,
§.1, 26 Stat.-209;. Aug. 17, 1937, c. 690, Title VIIIL, 50 Stat. 693; July.

7, 1955, ¢. 281, €9 Stat. 282. .

Histerieal _Note

1955 Amendment. -Act July 7, 1833, sub- - ﬁ’,egigln'tive Histery:  for tegislative his-
stituted the words “fifty -thousand dol- tery and purpose of Act July 7, 1335, see

Inrs™ ‘for the fizure, “§5,000” -in the last- 1953 1.8.Code Couvg, and -Adm.News, p. -

sentencao,. . .23
1937 Amendment,  Act) Aug., 17, 1957,
added two provisos. .




ND COMBINATIONS Ch.'1

erences to which each would not othr.

mc he entitled, DMid-South Di\trlhm.,Hi
v, 1T, Q. CAD, 1961 287 F.2a 312 4
nornu demed 82 S.CL. 36, 368 U.8, 835,
7 LES2 3.

A cooperative association must Texpiut
_pro]liblt_loz\s of Robinsen-Patman .\v.r,
sections 18 and 13a of this fitle, thiy ...
tion,. and section 21a of this title, agnin
diseriminatory. price differentials, 1.

This - section stating that nothing i,
 Robinsen-Patmarn Ack, sections 15
122 of this title, this section, and sect
o1n of this title, shall prevent cooperutiv,.-
association from returnitig to its e
. bers any part of ‘association’s earninc.
“would not permit cooperative fo viuit.
 provisions with :respeet to. acquisition w7
 products &t & faverable and dlSCl‘h I
tory price differential, thoughi savinu.
would be pasged on to membel:. CAuieri-
ean Metor Specm]tles CoV v, B T, C.Cx

3

5.Ct. 169, Elid! US 884 bl L Ed. "'d 195,
5. Enowledge of illegality

Robinsou-Patman Act, . sections 13" ant
13a of ‘thig title, this section, and.sectivn
21a of {his (title, shall prevent coopwri-
tive . association from returning fo its
membery any part’ of the assotiutinn’s

cooperative - knowledge . possessed by
membership Tor purpeses of establishing
knowing roceipt of illegal diseriminatery

Amcriean Motor Specialties Co. v, F. T,
C.A2, 1060, 278 F.2d 225 certiornri -
nied 81 8.Ct. 169 36E T8 SS-E 5 L.
105.

6. Orders of commiission
Federal Trade Commission’s cense il

groups -buying - automotive parts [ros:
mapnufacturer- Sllpi\]lel's ab. discriminatery
prices 'did net deprive cooperatives of
their right under this- section to lis-
‘tribute et earnings to member- joblnes
Mid:South Distributors v, F. T. C., «
&, 1081, 28% F.24 512, certiorari denie ll b
§.Ct. 26, 368 U.8, 835, 7 L.Ed.2d 35.

profit mstrhitions from pmce dis-
sions

d 21a of this titls, shall apply te
their own use by schools, collemes,
hurches, hospitals, and. charitable

04

Ch1 | SALE, EIC, ON AGREDMENT 15 §14

N&teé of -Dccisio‘ns

Exempiions as ineres wsedd by sccium 1

Governmental purclises 2.

———— s

. Exemptions as mcrea.scd by section

Thlc; section h'umg ‘been. ¢nscted after

adoption of section. 13 of this title is to
be construed as adding to existing ex-
emptions, rather than as repealing ex-

stroed -b3" attorney - general as not ap-
plying ‘to governmental ~purchascs, after’
enactment of this section said section 15

could not be constraed as apPlying to a

transaction involving a .transfen of title
to bricks from a Eentucky  construction

; ; . company - to a2 Taunicipal hmumg com-
-emptiens by inference. .- Gepersl Shale.:

mission undcl ‘a econtract for. a - stum

N Gmerrmlent‘!l purdmscs )
'thrc: .at time of enfctment. of t‘hJs sec--_, tiorari denied 63 8 Ct 857, 818 U.B. i80 i_

2, 1960, 278 F.2d4 225, certiorari denied s

This “scetlon” stating fhat’ nothing in’

enrnings does not prohibit Jmputm w

price advantage in violation.of said et

desist order against -cooperative jobber -

fit.;. May 26, 1938, c. 283, 52 Stat

Products Corporation v, Struck Const. ‘waarance . -
5 : project on ground that exemp

DCthmﬂ 87 F.Supp. 508, affirmed. o0 did not- specifically inclode.  pur-
132 F2d 425, certiorarl denied 63 B.Ct: - Ghageq by the government, ptate of city.

87, 318 U.8, 780 ST L.Ed. 1148. . General Shala Products Corporation ¥

Struek © Const, -Co., D.C.Kyi¥M1, 37 F.
Supp, 998, afirmed 132 F.2d 425, cer-

tion; sectien 13 of this title had: heen_cqn-. FLEQ, 1148..

§ 14. sale, etc., on agreement not. to use goods of competxtor

oIt shall be unlawful for any person engaged in coammerce, in the
course of such commerce, to lease or make a sale or c:ontmct for

sale of goods, wares, merchandise, machinery, supplies; or other ~
comimodities, whether patented or unpatented, for use, cansumptmn,-.

or resale within the United States o1 any: Te111t01y thereof or the
District of Columbia or any insular pessession or ‘other place under

-the jurisdiction of the United States, or fix a price charged therefor,

or discount from, or rebate upon, such price, on the condition, agree-
ment, or understanding that the lessee or purchaser thereof shall
not use or deal in the goods, wares, merchandise, machinery, sup-

- plies, or other commodities of a compstitor or competitors of the
iesgsor or sellel, where the effect of such lease, sale, or contract

for sale or such condition, agreement, or understanding may be to
substantlally lessen competition or tend to create 2 monopoly in any

- line of commerce. Oct. 15,1914, ¢. 323, § 3, 38 Stat, 731

! Cross References

Admuu:tratne authonty to enforce compliance with this section, see section 21

of this title.
. Monepolizing trade, sge section 2 of this title.

. Notes of Decisions

Gcneraﬂ; 7 : .Commodities, definitien of &

Admissibility of evidenee 55 - Complaint 4145 ’

Agency: ‘eontracts 28 - s . Generally 41

Agreements not to.. engage in. simflar Trismissal of 45
business 21 ) " Suflicicncy- of . 46

Alternative Icases, ehoice of 33 Constitutionality I

Answer 47 . - Constriction 24

Tying awrcemcnts 4
With Sherman Act 3
Continuance .of illegal practices 51

605

Breach of conhact 66 -
Burden of pronf 53
Circumstantial evidenee 56

L e e el e e e ]
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15 § 15 MONOPOLIES AND COMBINATIONS ~  Ch. 1

See, : N
21a. Actlons and pr oceedmgs pending pr101 to June 19 1936 add_i-.
tional and continuing vielations.

22, District in which to. sue corporation;

23, Suits by United States; subpoenas for witnesses,
24, Liability of directors and agents of cmpomtwn

.25, Restraining violations; procedure

26, ‘Injunctive relief for private par ties: exceptmn.‘

o7 Effect of partial invalidity.

28. ‘Expedmon of actions by Unifed States mvolvmg geneial pub—
lic importance.

29. Appeals to Supreme Court,
‘30, . Depositions for use in suits in eqmty, proceedmgs open to

- pnblic.
81, Panams Canal cloged to vxolators of antm ust Iaws..
32. Immunity of witness.

83, Immunity extended to natural persons only.

| § 15. -Buits by persons injured; amount of recovery

Any person who shall be injured in his business or property by

reason of anything forhidden in the antitrust laws may sue therefor -
--in any district court of the United States in the district in which the
defendant resides or is found or hag an agent without respéct to -

the amount in controversy, and shall recover threefold the damages
by him sustained, and the cost of suit, ineluding a reasonab]e af-
torneysfee. Oct. 15, 1914, ¢. 323, §4 38 Stat. 731, ' :

Historieal Note

Codification, Tth saction applies to . . :
) N Repeal. Section 7 of Act July 2, 1890,
the provisions of this chapter. generally ¢. 617, 26 Stat. 210, which was superseded

a.nd_supersed'es two former similar see- by this section, was repealed by "Act
tions enacted by act July 2, 1800, e. 647, July 7, 1955 o 283, § 8, 60 Stat. 289
§.7, 26 Stat. 210 and act Aug, 27, 1884, ¢, N ; t i ' . N
349,-§ 7T, 28 Btat. 510, each of which were
restricted 'in gperation to the puttmu!ar
act cited.

out under gection '18b. of  thiz title.

Cross References

Jurisdiétion of ¢ivil action or proceeding. -arising under commmerce and  antitrust
regulations, see section 1357 of Title 28, Judiciary and Judicial Precedure,

Limitation of sction, suspension of, see note under section.16 of this title.

Taxation of amounts reeeived as damages or mJuues under this gecticon, see sectmn
1306 of Title 26, Infernal Revenue Code.

Venua ‘and service of process in action agamst corpomtion, see- sectlon 22 of th]&
titla.

Venue of district courts, see section 1391 et scq of Title 28, Judwlar}’ and Judicial
Procedure, .

Federal Rules of Civil Procedure
Costs, see rule 54 28 U.S.C.A, '

Effect of rule 54 on this sectmn see note by Advxsory Committes under said rule 54,

4

For effective date of .repeal, see note set

1 g

I GENERALLY 1
W RIGHT 0 Apa
L. LIABILITY ¥q;
IV. PLEADINGS A
V. PLEBADINCS A,
VI BEVIDENCE. 291
VIL “TRIAL PROCE: |
VI, BEVIEW 17, jy

Abatement of action %3,
Admiuistrative tribun
- 360 ' '
Admissibility of evide: -
Gencrally 2903
Admissions 267
Agent’s or réprese
declarations 298 -
Ooconsplmtor £ an
299
Gumng e.rrf.mecus ac.
Pamages 500
Discretiu'n_ of. ¢ourt
Exclusion of evidic
Exhibits ez
- Bxpert testimony 5]
. Harmless or prejudici
Hearsay 304
Imbeachment 305
Minuntes of mectings
Rekuttal 306
. Relevaricy of evidence
Reg inter alios ncta 3
. “’rltln-rs find Tocumes
Adniissions = 287 ’
Advisory opinion 415
Afidavits, use of 187
At_]‘lrmance 483
Agent’s or roprosentative
Tations, admissibility
Apent, venue 378
Amendient of plending:
Quest mns as determ
for - 193
Amgynt
- Attorney’s fees 410
In controversy, juris
Ansvrer to intcr_rn{;_nt..ori&.‘:
Antifiust Iaws, definition
Appeal from denial of jur
Assignecs and trustces o
tain action 56.
Assigiiment of netlon 60
Bankruptey trusteo
Burden of proving T
Chamnpertous 71
Right of 63 -
Atiorney’s fees gencrally
Bankruptey. ‘trustee, nse
tlon 70 ’

o _J
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Cprovement; . thal the patent’s own dis-

-

. than the eailier elaims; that {hroughout
" thie prosecution of the patent Consclazio

closure. is in. broad terma and dors net
teach that cellulose nitrate and eellylone

cacetate are the only effective film-form-

ing materials; that the.cluim was finally
allowed because it wis more specifie as to”
-the physical: properties of Lhe structures

urged the novelty ‘of his tablet in physi-

cal structure, operation and results; that -
the patent-is not -entitied to a2 range of -
equivalents . which ‘would embrace every -

- - material whieh might be uscd to form a

thin® permeable dialyzing film but only

‘those. which are cellulose nitrate, cellu-

lose acetate, or factually  equivalent

‘thereto; that there was no disclaimer by

the applicant as to choice of filin-form-

- ing material; and that the distriet court

gave undue and misdirected. emphasis to

the word “consisting’”’ ag

lowed claim., -~ . . - .
‘The. defendant’s” response -is that the

patent in suit is not a pioneer but is one

which  emeérged in a crowded. art; that

- the "prior art discloses the presence of

-vealed only thick impermeable,

film-forming', materials not only as coat-
ing Tor the enlire tablet (Davenport No.

“617,956; Donard No, 874,310; Miller' No.

2,011,687, and Kuever No. 2,373,763),

‘but as coating for individual particles.

which make up the tablet® (Davenport,
supra; Donard, supra; and Andersen
No. 2,410,417); that the claim. of the
patent necessarily " measures its - inven-
tion; ‘that the patentee narrowed his

claim in the Patent Office in order to gain .

its allowance .and cannot now, throtgh
the doctrine - of . equivalents, recapfure
what was disclaimed; that he is subject

- to file wrapper estoppel; and-that in any

event the use of the word “consisting” in

the claim and its reference to cellulose -

acetate and cellulose ‘nitrate is.restrie-
tive . and. operates to exclude all sub-

| stances not belonging to that group. .

The plaintiffs’ answer to these positive
arguments of the defendant is that the

invention was a radically nmew approach -

to the problem;-that the prior art re-
non-

© dialyzing coating placed on either tablets

- ferent results than those sought here; .

‘or their granules in order to achieve dif--

that whatever crowded character there

-was in the prior art did not relate to

the substance of this invention; that the

"~ accused tablet does not eliminate any

elerient of the patented combination but

' - merely substitutes a different substance,

eguivalent in purpose. and result, -for
cellulose acetate or gellulose nitrate; that
this is a case for the application of the

:‘doctrine of equivalents; that the recital

of speeific materiald in. the claim ‘was

L werely to- satisfy. formal requirements
_of the Patent Office; that the earlier re-

128P2 27/

Parmeles Phaoremdrents

uged in the al-

{

faeiw
LR

Jeeted elainin were Justoay ace. 4,
gearding tha jdentity of "the o5 pan,
ings anateriaband hence ftv piere roga
tion éould not have been the trigoq, -
which - released “ihe " patent; Ahat s,
noveliy wis'in the physieal-structuré o "
opération. rather thaninidentity of -the
filni:and that the-inventive combiniting
of the claim in suif is introduced by the

ty

word “comprising” ‘and not by the word -

“eonsisting’’, and hence any rule of re-

striction applying-fo the use of the latter

word is not applicabie here.

‘We: have spelled out these resp'ecti\'r(:z .

contentions -because they clearly reveal
the points of conflict between the litig--

‘ants:- The plaintiffs’ case rests on the
" proposition—-admittedly unavoidable. so

far as.they are coticerned-—that the sub-
stance of the- invention and ‘the patent
must, ‘be the ‘claimed  new -approach to
the ‘problem of sait intake, namely, the
commericemert of salt release upon in-
gestion. and the continuance of salt re-
lesase at a controlled rate through the use

of :a-thin permeable film enveloping the - '

salt granules and subject to dialytic ac-

tion, The defendant does not deny that .-
the patent involves a f{ilm with charset-
* eristics of this kind. If then Consolaziols:
" patent. is. valid and applies to all thin -
permeahle dialyzing films, or at least to .=~
thoseé which are factually equivalent to:

cellulose nitrate and cellulose-acetate, it
could follow that the accused tablet, with:
its. substitution. of “shellac”, does not

_eliminate. 4. combinational element and
does.infringe.. The case, therefore, pivots .
‘on . the " deterinination of just what the -

patent covers and comes down to the

following: - : ,

- Does the patent’s sole allowed claim
by its very language confine its reach

“to filtns of the celiulose acetate and

+

-celluloge nitrate group?

“i1f0s0, is this a proper case for the R

application . of the doctrine of. equiv-
aleits and does that doctrine then af-

- ford this patent protection against the

’ ac_cpsed_i_:ablet? o
We dieuss these in order.. .
[2] 1. The reach of the paient.

which:perhaps should be mentioned for

“backeground: (a) In determining whether -

an accused product infringes a patent
“resort.must.be had.in the first instance

to the Wwords of the claim”. -Graver Mig.

Co. v,  Linde Co., :839 U.8. 605, 607, 85

USPQ: 328, 330; General Bronze Corp: -

. v. ‘Cupples Products .Corp., 8. Cir, 182
© T.2d¢ 154, 158, 89 USPQ 355, 357-358;
- Willig'v. Town, 8 Cir:, 182 F.2d 892,
-86: USPQ 138, 139,

matter falls elearly within:the ¢lainy in-
fringement is made out and that is the
oEit”. Graver Mfg. Co. v. Linde Co.

Thete .
_are certain well established general rules

- (h) If the “’accusmi’fﬁ’. B

—i

_‘f'.{.‘l r'nmI'e:c:.I.’hAa rimaccul ieal Co.

. 'Zin.k i 275

sorra, o 00T, B UEDQ at 330, But, as
this coure “gaid, “that-which -is ot
[ [fently within theelaims does- not in-
: é?'r’“yea Sireet v. Apel 8 Cir., 239 F.2d

-1 Y580, 112 USPQ 76, 80-81, -{(e) The

(3] word “comprising” in- the patent’

Iaw is an oper-ended word and -one of
enlarpement . and mot on,
¢Claim 17" inciudes - -the- : expression

‘Joose ‘granules’ of @ natural material of -
the group comprisiig wood and grain’,

: ; The word ‘comprising’ does not exclude
3 " other materials besides wood and grdins”.

.(d) In_contrast, the word “consisting”
is one-of restriction and ex¢lusion, ** * *
(T)Yhe words  ‘consists of’ in-claim 3
Limit the guses "of the tube, so far-as
claim 3 ig eoneerned, to argon and mer-
“.eary vapor;

© - gsupra; BEx parteé Jones dnd Swezey, 66
- USPQ 487, 488-95 - © .. R

inforeed sodinm .chloride tablet”; that it

ride"; that it has “an intéernally disposed

that “the sedium chloride is rendered
slowly available when the tablet reachés
the gastro-intestinal tract””; and that the

said tablet in the gastro-intestingl fluids”
- is within the time range stated in the
patent.? On the other hand, there is no
argument. either that the ‘defendant’s
film of “shellac” is.a material which is
- mot from the cellulose acetate and cellu-
iose nitrate: group. . There is thus not
complete identity belween the two tab-
lets.. Therefore, ‘by this resort, as. di-

claim . one cannot conclude that the *ac-
cused matter - falls. clearly within the
claim”or that infringement automatically
follows.7 . 'The . piaintiffis can -prevail,

" Flectric Co, N.D. III; 213 F. 422, 428, af-

379, 384. "

" dissolution time was a factor within the
- eontrol of any. qualified chemist. [
- -7The claim’s’ unusual use of the two
"consisting™;. merits " examination. ‘The
Iaintiffs urge  that the broader word

t
¢1nl

“therefore, on the' infringement -issie

of “restriction.. though “specificaily different in chemical

‘reaction ‘between the salt and the film) -
‘and that the

Ex parte Dotter, 12 USPQ 382, 383-4. = "T41 The doctrine is mnot new. to the

.somewhat different’ in ifs requirements -
“as to-claims ® from the one which now =
prévails.0 Nevertheless, its age and the -
.- Glaude Neon Lights ‘v.
Rainbow Light, 2 Cir,, 90 F.2d 959, 961, .
34 TJSPQ 140, '142; Ex-parte Dotter,
e _ _ ~ An cquivalent was: defined long
"~ The application of these rules to the =
" plaintiffs’ tablet and to the accused tab-.
" let is revealing. There is mo question’
. that the latter is, to use the -words of -
..the Consgelazio ¢laim, “an internally re- -
" has “eompressed granuies of sodium chio-

cellular stroma, of a thin, permeable, dia- -
lyzing film”; that the eelis of the stroma

contain the granules of sodium ¢hioride; - resides in the eombination); and that it is ‘

-operable for forming the stroma..
“golution time of the sodium chloride in.
. used in this claim, the term “comprising”

_ chloride”.

It would foilow that -the broader word -
. fect.the definition of “the group”.
rected by .Graver, to the words of the

_ _ : _ “'In any event, as stated above, we con-
.5 Compare Hosking Mfg. Co; v. General .
firmed, T Cir., 224 F. 464, and In re Bertsch, .
CCPA 132 F2d 1014, 1019-2(!, 56 USPQ -

6 The evidence indicated that a tablet’s ..

contrasting. words of arf, “comprising” and’ " gke "Gy 950, §1'66 Stat. 798):

J . vdomiprisinig”. 35 here “applicable ‘to  “the.
- Inventive combination of the claim in suit”,::

hat the word “consisting” appears in-the
alm lo’ introduce the group and that it -

—m—

otily if this ig a proper case for the.aps "
plication of the doctrine of ‘equivalents. =~ e
. 2. Equivalency, The plaintiffs, strongly -« =

urge that the combination of elemeéntsin:’
the claim and in the accused tablet ave; .
i any event, “factually identical” al- -

identity”. (and'-each with no -chemical .

doetrine of equivalents o
works. to. their benefit here. EERRI

patent. law. . It found initial expression
in another. day 8 'and under a: statute

riature of the former statute do not deny .
the doctrine " a. _modern ‘application. .
‘Graver Mfg. Co. v. Linde Co., supra, 339

1.8, 60b, B5 USPQ 328, - : (P

ago.'

s o (Tyhe substantial equivalent - -
- of a thing, i the sense of the patent
law, is the same as the thing itself; so
that if ‘two devices do the same work

was added only to satisfy a formal re-
‘quirement of the Patent Office. They also
urge that the word “consisiing” -has two - -~
diferent uses ifx patents; that, on the one -

hand, it is employed to introduce a com- .
binadtion of elements (where the invention

also used, as here, to iutreduce an inci- |
dental recital of the group disclosed- as

While the matier may. nof be free f'rom",_
doubt, we are inclined to .feel. thai, -as.

relates- only to the -immediately eusuing =
phrase. “compressed granules of soditm -

The semicolon following the
quoted phrase otherwise cecupies no in- .
teliigible place in the wording of the claim.

“comprises” doés not carry over to and '_Iz'ag-
The -
word “consisting”, with its narrower im-’
port; is then the verbal adjective definjnig
the group:. And on the authority -of the
cases above cited the group, as so defined,
is cellulose acetate. and. cellulose nitrate = -
and nothing more. - BT
clude tnat the language of the palent’s
soie claim reaches only to cellulose acetate -
and cellulose nitrate and that the defend-
ant’s. tablet is outside its terms. .
3.4!; vs‘riinans v. Denmead, 1853, 156 How, 329, .-
.- 9 The Patent Act of 1836, § 6, Ch. 357, 5
Stat. 117, required that the claim . only
Mgpecify and point” out the invention, - -
1035 U.8.CLA. §117 (the Act of July 19,

veres o % qie gpetifications shall con- . -
“clude with one or mare claims particue. - -
Iarly pointing ofié and distinetly claim- " -
ing’ the subject matier which the ap-." ' .-
plicant regards as his invengion, ® * * 7 o oo
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valid but not infringed. The plaintiff
. hag appealed from the holding of non-
Ainfringement.: The defendant - counter-
claimed. for a declaration of invalidity
of the ‘patent, and "has appealed from
the dismissal of his counterclaim. = .
- Plaintiff and. defendant are. competi-

- tors in making and selling brushes, and

.-

plaintiff "also. manufactures -brush-mak-
ing machinery.. ’ R
.. Thé Marks patent is a combination-
patent  for -a- fully autoematic machine
for making brushes of the type .com-

.~ monly .used:in the household - and in’
.7 women's hair -curlers. Judge Mighler's

opinion eclearly describes-the Marks' ma-
“chine- ag follows, 141 USPQ at 388:

‘¥ ¥ % the machine is designed:to
produce wire-twisted brushes of- vary-
ing: lengths 7ot exceeding approxi-

_-mately 36”.- An upper and lower wire
- #re continuously fed into the machiné
from two. spools, the upper and lower
wires engage pre-cut fipers or bristles -
fed from . -a hopper; the -two wires.
holding.. the fibers or bristles- in a

‘miore -ox.-less firm pasition, are then

“drawn into a pre-determined Jength;
the wires holding the bristles are then
twisted by a. rolating chuck; the
twisted-wire - brush is then eut. The
“brush is then complete and ready for

ing the under. wire and the. upper wire
with the spaced fibers thercbetween f0 a.
selected  length, means for. twisting the-
wires to loek the fibers therebetween, and
means - for - cutting the twisted wires to

. form the brush whereby the twisted wires

are open at each end of the brush. .
18. In. a:fully automatic machine for

© forming a brush, means for supporting

© . an upper ind a lower wire with leading

» -+ portions subgtantially parallel and adja-

cent to each other, each wire being con-
tinuous with its leading portion having an
exposed end, means for drawing the wires
through.the machine with said ends in the
lead, means for feeding bristles onto the
lower wire between it and the upper. wire,
means for twisting. the wires to lock the

-, bristles therebetween, and means for cui-

tihg the twistéd wires to form the brush.

17. -In a fully automatic machine for
forming - a brush, means for supporting
an upper and a lower wire with leading
portions -substahtially parallel and adja-
cent 1o each other, each wire being con--
tinuous with its leading portions having

. an exposed endg, a reciprocaple and rotable
. chuck for gripping said ends of;the wires, .

means for moving the chuck to pull the
~wires. . gripped théreby a predetermined
distance, means for feeding bristies onto
the lower wire between it and the upper

.. wire as sald wires are being pulled by the .
» ghuek, “means for gripping the wires re-

mote from- the exposed ends, and Ineans

forrotating the chuck to twist the v'(h'ear :

and lock ‘the bristles therebetween: .
| 2 Appears at 220 F.Bupp. 470, 141 uarQ

" Patent Act, 63

pﬁckagiﬁg, except that in some Vir.
cties handles are added.” . " - T
[1] The_ court found that the Marks

~machine was an: advance ‘over-the pricr

art; . that it produced brushes faster
than any - previous brush-making -ma-
chine, did not require the degree of skill
in- its . operation - that machines then
known demanded, substantially reduced
the cost of making twisted-wire
brushes, ~wag coinmercially sucecessiul,
and- the -need for a Jow-priced brush

‘was heightened by the widespread use
-of twisted brusheg in hair curlers. Such

considerations - are consistent with the
standard of paténtability in this circuit,

"See Reiner v. I. Leon Co., 2 Cir., 285

F.2d 501, 504, 128 USPQ 25, 27-28, cert.

~ den, 366 T1.8.-629, 129 USPQ.502; Lyon

v. Bausch & Lomb Optical Co.;" 2 Cir.,

224 F.2d 530, 535-37, 106 USPQ 1, 5-7,.

cert. den. 350 U.S. 911, 107 USPQ 362;
The Standard of -Patentability-—Judicial
Interpretation  of  Seection- 103 of the
Columbia L. Rev. 306,

813-16. . = R s
These findings of fact are not clearly
erroneous,: and we must accept them.
We also ‘accept the. finding  that .“The

means. disclosed - is not found in the .
teaching of any . of the -“patents nor .
were the means.obvious to one skilled
in the art of biush-machine making.” . .

Accordingly, we agree with Jiidge Mish-

lér’s -decision -as~to the validity of the

patent. S,

[2] We do not agree with his fhoid-_

ing - of no infringement. The ' proper

test of infringement is whether the
claims involved read directly on the ac-
cused machine; for “the. claimg measure
the invention.” "Continental Paper Bag
Co. - v. Bastern Paper Bag Co., 210 U.S,
405, 419; see Smiith v. Snow, 284 U.S. 1,

o
S5

11, 24 USPQ 26,730; 83 Walker, Patents

'§450, at 1681 (Diller ed.). In the -case
bar the acdcused machine  was- the-

at
Briglia. 2 Judge Mishler compared plain-
tiff’s machine with defenidant's or, which

Vi ":‘J ..

V. L. Smithcfs Mfg. éo. v, O"B'ri_cﬁ .

~1 field are not acéorded as broad
+ ranpe. of cquivalence as are  pioneer

v e

ing ‘and- twisting the wires be conclu-
sive ey 4
Marks'claims  did not limit" these oper-

- ations to. separate steps, and fhere was.
-testimony. that the Marks machine. could

also s0° operate, The simulfaneous oper-

- ation -‘Was. regarded as ‘equivalent. by -
.defendant’s - expert, and the  twisting
operation was not only known to the -

prior art but was thought by the trial

-court ‘to:'be “of no comnsequence * * *7 .
... [8] Defendant is -not saved by the -
differénice in feeding -wheels. ‘Not only
5 “defendant’s - mechanism - thought.
. equivalenit to ‘plaintiff’s, but also both

was

‘had been. taught by the prior' art. Be-

" sides, the mechanisin wag not the gist’
of  Marks’ novel combination as defiried.

by the egurt. 4 = o7 e _
[4] The court’ placed no weight “oTi

any “presumption of non-infringement”.
attaching to Briglia’s patent. Deferidapnt -
would treat that patent as establishing .

“more than a presumption” that the ac-

. cused machine- does not infringe. But

the_statlit‘:ory_ presumption of validity of
a patent is limited only to the existence

of & pdtentable improvement.  Caritrell"

v.. Wallick, 117 U.S. ‘689, 694. Tt need

{  not be controlling once sufficient . evi-
~ dence of infringement of the basic pat-
ent has been introduced, as ‘was done

in the case at bar. - S .
[8] While we must accept findings
of fact which are not clearly erroneous,
we are not so limited ag to erroneous
views, of the proper: legal tests of in-
fringement. See Up-Right, Ine. v. Saf-
way Products, Ine., 5 Cir, 315 F.2d 23,
137 USPQ  180; Harsen: v. Colliver, 9

¢ Cir, 282 F.2d 86, 127 USPQ 32, Here

is really the same .thing, ‘compared B

. plaintiff’s elaims with defendant’s ma- . - .
" chine but limited the claims to a range

of equivalency .substantially defined by -~ )
plaintiff’s “best mode.” Both tests .are .

erroneous: the former because it beging
with plaintiff’s machine and ‘not plain-
tiff’s ‘claims; ghe latter becausd it too

narrowly construes the protected range

of equivalency, *-

* 4 Defendant, -who  was then ualng ® °

S
Ll
e

employed Prigtia-ta
ta mippinnt. Ma
Hed s “‘.‘,‘tfi“": wG

Marks. machine;

S .?3:_» {

the - finding of “non-infringement wayg
ased ori an unduly narrow -definition
of the patent’s protectioi, L
The. decision as to validity of the pat-
?ht and - dismissal of the counterclaim
* affirmed. The -decision - of non-in-
Tingement
- temanded
tiste = . o
_Ment with this opinion.

i 139, oPlnion (App. 108) says, 141 USPQ

vital question is Whether the means

[l

Epnced between an .upper and
¥*ire substantially parg lel. and
,, ¥ith  each 'other, was efther
w84 or obvious to one. skilled in

¢ +i true that- narrow patenis in a -

S

is reversed and the cause -
for further proceedings comn- -

- in its interpretation -

verotding pre-cut-fibers, more or,less -

Court of A_ppea]s, Seventh Circuit:

$ . THE V. L. SMITHERS GOMPANY V. O’BRIEN. . -
4 v atents, 3 Walker, Patents §475. Buti -
£ }:i¢ Loth defendant and his expert tes-
> a:fisd that all of Marks® claims in suit;
? cuiild be read on the Briglia macliine.}

"~ Nor could -Briglia’s simultaneous pull-

"et al., doing business as ILLINOIS
" WHOLESALE FLORIST -

“No. 14700  Decided Dec.- 28, 1964 =

* PATENTS
vidence of non-infringement. -

' Partién‘lar
: terial ; L s . - S
- 2,768,277, Smithers, Absorbent Mate- -
rial for Floral Arrangements, claims 1
-to 3 not infringed. = . - - Lo

. pétgnté-.—Absorbent ' .M#- i

~ Appeal from Distriet Court for South-
ern- Distriet of “Illinois, Mereer, Ch, J.; -
141 USPQ 127, T :

Action by ‘The V. L. Smithers Manii- 3

facturing Company against William P.
O’Brien and William J, O’Malley, doing

. business’ as” Illineis. Whelesale - Florist, ..

for:patent infringement. From judgment

dismissing complaint, plaintiff appeals. .

Affirmed..

- H., F, MCNENNY,"'Cieveian'd, Ohid,ﬁan‘d‘

- appellant., - - LT
JoHN  REX ALLEN and “JAm=es R,
- -BWEENEY, Chicago, Ill., for appellees.
Before. HAsTINGS, Chief -Judge,
. DUFH and Magor, Circuit Judges.
. MaJog, Circuit Judge. . .~ - -
. Plaintiff is the owner by assignment -
of United' States Letters . Patent No.
2,753,277, issued July 3, 1956, to Vernon -
L. ,Smithers, entitled ‘“Absorbent Ma--
terial for Floral Arrangements.” Plain-

WitLiam €. Nicow, - Peoria, .11l for

and

- tiff is engaged in the manufacture and '

sale of the patent product namely a
hydrophilie floral foam, which it mar-
kets -under the trade name *QOasis.”* |
.. Defendants, = whalesale  florists  whe

sell a product manufactured by Ameri- . - -

can “Metaseal of. Massachusetts, Inc.,
which 'is- marketed ‘under the trade
names “Aquafoam” :
charged with infringement, - - . © . . .
The District Court (Honorable Fred-
erick 0. Mereer presiding) on Mareh
18, 1964, entered judgment from which

- ¥his appeal comes, dismissing the action -
on the ground of non-infringement. '

Plaintiff’s prineipal grounds for re-
versal are that the Distriet Gourt .erred
y n- of the claims: of -
the patent. in suit and in its application

of -the law of equivalerice. and ~*file - S
- wrapper estoppel”- -7 - S S

The judgment followed

bodies his:findings of fact and-conclu:
sionis of law, The V..L. Sm
Co.. v. O'Brien et ali 227

141 USPQ. ]

E:-.l'2 : -F-S

.117. ek

and “Quickee,” are :

. ‘an opinjon .
rendered by Judge Mercer which em-

ithers  Mig. S
upp. 472,
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ling,
. law, b .
~ Not the Iéast of these. is the restless,
undulating habits of  our afr-minded,
air-traveling public, many of whom for
sport, or pleasure, or business, or an
. aeronauitical combination of them, hop
- across the natjon relying, as they must,

on dependable service. at airports small

and: large.- And it is here that miodern,

intenise advertising. creates - the “Image”
or may

upon which
- depénd 15

The case must therefore be reversed

the public depends

and remanded to the District Court, The.

" -parties. are to be free to offer additional

evidence both.on the aspect to “second-"
mark as well ag-

Ay meaning” of the
to the element of

“likelihood of confu-
gion® e

Court of Appeals, Seventh Circuit

-+ CLOUD et al. v. STANDARD PACKACING
L0 L CORPORATION '
" Nos." 15129-30
UNFAIR COMPETITION -

L. Trade - secrets — -C_onf:'d_enfia[- dis-.

closure (§ 65.903)

Where facts show that disclosure is -

made -in- order to further a particular

relationship, a relationship of confi- -’

" dence. may be impliad, a.g., disclosure to

prospective purchaser to enable him to

appraise value of secret; however, where
no_relationship existed between parties
prior. to. disclosure, and . although they
had several discussions at later dates;
defendants “are ‘not- liable since there

- was no dealing from which relationship

of “confidence is. reasonably to. be im-
plied. R .
"PATENTS -~ .= - 5
2.-Use and sale- -— Extent and char:
- 4cter-of use (§69.5) . -
.. Except for ‘purely’ experimental use,

_public use may be defined as any

utilization' of invention by one other :

than inventor where user is aunder no

= limitation, . restriction, or: obligation . of .
secrecy o mmventor; -alsd, ordirary . use -

‘15 Indeed, the New York Court of Ap-

“peals says It is.no longer 2 world of con. -

. fract, but rather “a world of advertising.”

Randy Knitwear, Ine. v. American Cyana--

~mid-Co, —— NY. —, — NEI —,
-N.Y.CtApp. [30 L.W, 1137, 24201,

not” so ‘much from change in the
ut from- change in: economic fact,

Decided Apr. 13; 1967

-and infririged reversed. - -

of machine or practice of process in

factory in uswal ourse of producing

articles: for comimercial purposes ‘is not
public use, . - _ Tl et
3. T2 and sale—Extent and character
_of use (§69.5) ey
Use which is not secret is not public .
use under 35 U.K.C. 102(b) if it be ex-
perimental, g SR :

4. Patent grant'—'lh' .genera'l' (§50.01)

to prove (§65.3) i

Congressional ;policy in favor of sea-
sonable” distlosure of ‘invention iz . im-~
plemented by judicial ' rules placing:
heavy burden, to prove that use was, ex.
permental, on - inventor who permits
public use of invention more than year
before applying for patent. - :

Use and sale—Character of evidence

5. Use and_sale—Extent and ‘character

..of use (§69.5)

" Substantial production of packégés on

machine: is ‘not necessarily inconsistent. -

with* purpose - of testing machine and® .-

packaging material,

"6, Courts &F Ap-pe_zil_s—lssites‘d_etermined

(§29.10) .

".‘:"_-.Plé_ading-and"'pr_actice in courts ——

* - Findings of fact and conclusions of
law (§ 53.40) I

-1t may be enough,. on rare oceasion,
for trial court to take analytical steps

_mentally and give general expression to
‘ultimate .resolution as to. validity of

patent under 35 U.8.C. 103, but. ordi-
narily it will be better to give verbal
expression to each step; perhaps; where
evidence of prior art comprisés a num-

. ber ‘of patents and. uncontradicted ex:

planation "thereof by one “expert wit-

- ness, appellate court could ‘make “the .-
“determination,

but, ‘in' general, it is .

sounder procedire for initial determiina-

tion to be made in trial court.
Pﬁrticular_ patents—Packaging _
2,486,760, Pfeiffer, Method of Packag-
ing, judgment holdi-ng claims 1 to. 3§
valid but not infringed reversed.- ©
2,546,059, Cloud, Method and Ap-
paratus for Preparing and Using Sheet
Materizl for- Packaging Purposes, judg-
ment holding claims 1°to'3 and 5 valid

2,888,787, Cloud, Method and Appara--

Aus for Vacuum Packing in’ Plastie, judg- ..
‘ment_holding -claims 8 to 11, 14 to 18, ¥
and 18 to 22 valid and infringed Te-
:vers'ed_-.'__ B o TR :

LT e T

 Appeals” from  District "Court ” for

. Northern District of Illinois, Wham,. J.;
144 UBPQ 172, * B E




" .to cther patents are no

. dered" judgrient

:Cloﬁd . S_tandm_d Pockaging Corp.

- Action by William 8. Cloud, Fred B:
- Pfeiffer, Jesse R. Crossan, Clound Ma-

" chine’ Corporation, and FMC Corpora- .

tion against Standard Packaging Corx-

poration for patent infringement and-

:unfair competition. From judgment for

plaintiffs in part and defendant in part,

- both parties appeal. Modified.

CHARLES F. MERONI- and 'J. ARTHUR
Gross, both' of Chicago, IlL; for plain-
tiffs. ) : : : .

. §TGART 8. Batr, Chicago, IlL, and Dana

M. RaymoND, New York, N. Y. for
_ defendant, I o
Before: HasTINGS, Chief Judge, and
" Kuey snd FARcHILD, Cireuit Judges.

FA__IRGHIILD,L Circuit Judge,

‘Action for ‘injunction  against and . °

damages for infringement of patents and
exploitation of information coneerning
" an invention, confidentially ' acquired,
and. for assignment. of a patent based
on such information. . - .

- Speaking generally, the case relates
to methods . and machines, for vacuum
. packaging food, by which' pockets are
‘successively created 'in ome strip -of
stretchable plastic film, and after inser-
“tion. of food in -each pocket, it is eovered

by and sealed to another strip of film,

and air is evacuated from the pocket. .

' -Plaintiffs. William, Cloud- and “others.
ate the owners’ of, or otherwise intér-
ested in, three patents. Defendant

" Gtandard Packaging Corporation is the

" alleged infringer of plaintiffs’ patents,

and the owner of a patent allegedly -

based on information’ confidentially ac-

‘quired. (There was diversity, as well as .

- patent; jurisdiction.} _ ;

Plaintiffs’ patenis in suit are: - :

o Pfeiffer."760: No. 2,486,760, issued

.~ November 1,.1949 .
- Cloud :’059: . No. 2,546,069, issued

March 20,1951

v " Cloud. "787:

- -June 2,1959 ‘

“Jususs~ originally pleaded with. respect

' longer in-the

No. 2,888,7 87, issued

.case. - B
. Defendant’s patent which: plaintifis -
seek to have assigned to them is Ma-
. “haffy '828: No. 2,935,828,
-vemper 1,19260. . .

" tailed -findings, 144 USPQ "172, ren-

valid ‘(though not infringed) ; that Cloud
059 and Cloud "787 are vahd, and cer-

" tain-¢lajms thereof have been infringed -
. by defendant by its machines 6-12 and
":6-18, but not 6-14; that plaintiffs’ cause

- of action for unfair competition is with- -

issued No-' .
_ : ) - o -gigned Project No. 221-53-060.
- The -district court, after making de

that' Pfeiffer '760 -is.

out mierit and is dismissed. The judg-
ment awarded an injunction and an ac-
counting.. - D el T s

- Defendant appealed from the determi- -
nation -that Pfeiffer 760 is valid and -

- ¢hat Cloud 7059 and '787. are valid and

infriniged - by machines® 6-12" and. 6-16, -

. and from the award of relief. Plaintiffs .
appealed from  the determination that
Cloud *059: was not infringed by ma-

chine -6-14, ‘from_the dismissal of the
cause of action for unfair competition
and from the denial of relief in _thpse‘ .

~ respects. _ )
" The.fdets will appear in . the discus: -

sions of the several issues on the appeal.”
1: ‘Unfuir competition. The district

court described this:issue as follows,

144 USPQ at 173: - R .

“whether there was any joint ven-
ture or confidential  relationship ' be-
tween defendant and plaintiffs or any
wrong-doing in the nature -of betrayal
of trust by defendant -attending ‘or

following the inspection on April 7,7~

1955, by defendant’s engineer, Reid -

Mahaffy, of the Cloud vacuum pack-"" .

aging process and machine’ then- lo-

cated in the Ostrow-'plant’ in San - '

" Franeisco and deseribed in the Cloud .
1787 patent that was applied-for more-
thaneighteen months later on Janu-

- ary11;1957.7 Vo e
Portions of the findings relevant to

this issue are as follows, 144 USPQ at

174, 175, 178, 179: . ... .. :
‘“ra. During “the ‘early 1950°s -and
prior to 1955, defendant was the ac- |
knowledged leader in the field .of |
_flexible - vacuum  packaging and “its
vacuum packaging materials and mia-
" chines were in wide use throughout
the country. . -
.. %73 In 1951, defendant was consid-
ering the feasibility of vacuum pack- -
aging luncheon meat in 3-D-packages .
using an- antomatic vacuum packag- =

ing machine. The 3-D package’ then. .’
under consideration was substantially

~ the same shape and size as the pack-

" ages presently made-on- defenddnt’s.
6-12 machine, - : e
~-%74, The project - which ~ltimately -

_ resulted in defendant’s 6-12 protoiype
machine was begun in-1958 -and as- -

"S5, In 1954 defendant developed &
‘Mylax-polyethylene  -packaging’:. film'’

and. other food produets. :This film

- was. ‘available ‘to defendant’s. custom-".""
.ers in pouch’ form prior to Aprilof =
1955 ~and this ‘composite film, . ay %

. modified and improved from 1955 to . .
~.'1957, is the film employed in-defend-* .

153 USBQ .

- for-use in packaging luncheon meats...
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ant’s accused ma.chmes and for whlch' ’

- they were designed.
76 During 1954 defendant Vacuum

"packaged luncheon meats experimen- -
~tally in 3-D packages using its Mylar- -

© polyethylene  film and conducted a

- stiecesstul shlppmg test .of some 200
(7 of these packages but not following

""the methods set forth in Cloud ‘059
- "“or 187 patents.

© %77, By the end of - 1954 the: devel- -

‘opment. of 2 machine for making:the
- 8-D vacuum packaging from roll stock
.~and- stretchmg the film by ‘vacuum
~forming ‘was the project- having high-

.estpriority in_ defendant’s engineei-

‘ang department.”
#22, While the Cloud machme had
useful general dapplication in the pack-
%mg' field it was evident -to: the
ds that if the machine .could be
: successfully adapted. for packaging
- meat and cheese there would be a
_:much “greater - field of use of the
“method and machine. - Hence, Cloud

" decided to and did ship the machine -

T:to.. California, ' in - the forepart of
‘Mazrch; 1955, to the packaging shop of

Ostrow w1th whom - Clond arranged to - -

“‘have. the  machine experimently op-

"-ferated by Cloud’s employee Roselle-

‘who made.- periodic reports to Cloud.
28, During the time the Cloud ma-

“.chine was in the Ostrow plant it was .
-the sole property and under the con- -

© trol of  Cloud the entire time;. and
Ostrow had; at.no time any rights by
‘lease  or ‘otherwise in such machine
and no right to display the machine
“to anyone for exdamination except by
"Cloud’s" consent. The machine was
ult1mately returned in 1956 to Cloud
“fn Chicago becanse the application of

“it to packaging meat and cheese d:d- i

-not prove to be suecessiul.’
“24, The i Cloud ‘machine wag  in-
stalled at the Ostrow plant in 1955-on

the same floor and in the same room -~

‘where defendant’s vaguum packaging

machines were in.operation bub it wag-
‘a_lnot d1sc105ed to pubhc mspectmn and

(examination.”

“15,. On -or about March 2, 1955 de~ L
fendant léarned through its Cahforma
salesman Plumley: : that ~an. experi--

smentd] ‘eontinuous vaeuum packaging

“machine of Cloud, the plaintiff here, .

was 10 be tested i the meat and

" cheese packaging plant of Ostrow at .

. Ban Franmsco, California.

h.”“lﬁ ‘Defendant having.  learned of :
- the intended. installation of the Cloud

expenmental machine at Ostrow’s and

‘its-. eustomary policy of
~keeping:- cIose watch. on the develop-.

- -ment -of packaging machines and. the
prospectlve market for packagmg ma-

. fidence was' established

.learned - about by the.
_though  in .June, 1856,
- Cloud’s

"wisited WS

tenals, sent thexr engmeer Mahai‘fy to

.- gee their customer Ostrow and-to see

the Cloud machine, if permission esuld
be obtained. Mahaffy arrived at Os-
trow’s. plant’ on "April 7,71955, and. a

telephone call was made to :Wllham'_ .

Cloud - for - permission - for” Ostrow to
show the experimental machme to

' - Mahaffy. Cloud gave such permisiion
“but there was-no express or implied

understanding or agreement between -
Cloud :and- Mahaffy. They discussed -

. films and vacuum packaging. “Theide- " _.

fendant was the largest manufacturer

or converter of packaging films inithe

United States and the’ evidence ‘indi-
eates that Cloud Sr. hoped that from
such inspection .of :‘his * machine; at
Ostrow’s the defendant mlght be able
to supply or develop-a better film 'for
his. machine than the Phofﬂm he had-

-used up to that date.”

“78. Prior to Mahaffyé ‘visit to"the

. Ostrow plant on April 7, 1855 .there -
“had' been no corrminication ‘between

defendant and any .of the: Glouds »ooo

ST, Ata subsequent time & meetmg
“was arranged. through™ Mshaffy be- .
tween Cloud Sr; ‘and’ offieials and -

employees -of the défendant to be held
at the” Ambassador West -Hotelin

Chicago on April 18, 1955 during ‘the :

packaging show in Chlcago. ‘Outi of
such meeting no further ' undérstand-
ing, - express’ or implied, developed
and- no:. relatlonnhlp of .trust or:ieon-
T, such: tneet-
ing ‘or at such further meetmgs and

- -conferences that oceurred|thereafter;.

“18. In his inspection’ of the Cloud

- machine- at Ostrow's ;Mahaffy ‘ob-~

served - that it was using and was

" adapted to use Pliofilm: and after.. .
_such inspection he:knew jof no. other " =.
. film: which would’ result in' better -

- packaging that -could ‘be used’ on the i

Cloud machine which’ he inspected.
No such better film  which- the de-
fendant believed. cou!d be used '6n said
Cloud machine was:later developed or

defenddnt, -
at plaintiff
request, defendant shlppedf
newly-developed film to Cloud.for ex-

n\perlmental ‘use on the Cloud machine..

“19. Defendant did not fail:to keep

"'any promise  or comply with ‘any ar-
" rangement between Cloud .and defend- ..

ant with reference to supplying a bet-’

~ter £ilm in so far as.it.lay withinits. -
" ‘power - which- would be usable’on the

‘Cloud : machme_ seen by Mahaify a.t

¢ Ostrow’s.”

“22. On. Aprﬂ 20, 1955 Mahaffy L
.and Charles Cloud at the
:Cloud Machme Company betweeti 905

: and 11 :35° am,, durmg whmh they
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r:talked ‘mostly . about Ailms!  During
~..¥hat visit the Clouds also took Ma-
haffy on a tour of their plant, showed
im their . drilling machines, |
.., and certain -machines that they were
L inthe
.- Bhowed _
1 0range wrapping machines. There wag
-0 vacuum - Packaging . machine -ab
‘. i;:lhe'g' Cloud  premises on April 20,
9557 - . 7 C

S84: Tn 1985 the Cldﬁdé_ approached -
' Milprint, -

oodyear, - Dow Chemical,

G
Kraft Foods and others’ in their

search for improved and better films -
the: Cloud machine at the.
The Clouds were not .

for use on
:Ostrow. plant,

};comm_unicating- exclusively with de-

~-fendant and were not relying on de-. -
fi

- fendant in their
-« Satisfactory film. :
“85.: Plaintiff Cloud recognized that
defendant's Mylar-polyethylene fiim

| not work

search for a more

_~*then 'on the market would
. - on the Cloud machine.” : A
" The Cciurt':;als@ found and coneluded,

MLUSPQat173174: .

) That the evidence fails. fo es.
] sh_or prove any joint venture or
:eonfidential relationship” or relation-

ship  of - trust attending or following -
1955 by defend-
Mahaffy of the

spection on Apri} 7,
ant's engineer Reid }
- Cloud. vacuum -packapging process and

- machine then Jocated by the Clouds
wat: the: Ostrow- plant -at San.: Fran- -

.'reis'eo;CaIifornia;_ that no sueh speci-
i fied relationships
“quent meetings, conierences .or com-
“4 munjeatiods between the barties. -
2 ~*(e) That from such inspection of
“the ' Cloud machine st Ostrow’s - by
. Reid- Mahaffy he gained ideas, eon-

i;eptsgahd'understanding of the method

and . process of continuous rol] fed
- ;. yacwum packaging - followed by said

were by him communi-:

d ' completing their machineg '6-12
\pietir :

nd 6-16. %

() Since -thére 'was.. involved no-

Jbetrayal of trust or. confidential re-
ationship “theré was ‘no Wrongdoing

“econstituting  unfair - competition - in

- usilie or adapting the jdeas and . con-.

“:cepts’ gained from tha inspection of

the Ostrow machine exeept in so far-
Cloud '059 patent -

... a8 .Infringements of
and the-.later - g7 - patent - .re-

Uming that Mahaffy knew that the
design-of the Cloud ‘machine was secret

ik -':an;d--"'that_ Ostrow had.an- obligation . to-

process  of constructing, and-
him  a . motion Plcture 'on.

- any other

grew out of subse--
- phrase,

" secret, disclosure to a

114, 125, cert.
Smith v, Dravg Corp, (7th Cir. 1853),.203
"Fad 389, 376, 97 USPQ 98, 103-104,, o

saw the machine with Cloud’s " permis-
gion. The gist of plaintiffs’ claim is that.

- Cloud permitted the inspection ih’ eonfi-

dence, “solely in order that, defendant
could use the ‘information to develop a-
type of film which would. be appropriate-
for use in the machine, and that de-
fendant’s use of the information ~for
burpose, particularly for: de-
veloping a
tuted a breach of confidence.

“One who * * #

machine of its : OWN,: consti- -

keep it in eonfidence,._ he nevertheless

uses -another’s ..

trade secret, without a privilege 9. do

80, is liable to the other, if * *'(b)
“his * * * ‘use- constitutes a breach of
confidence reposed in him by . the
other in disclosing the | secret to
him***_’_’]_: A . i -
“Likewise,
‘arise if B
fidential character of the : disclosure,
ut no particular form of notice: is
required. The question iz simply
-whether in the ﬁcircumstance_s B knows
or should know that the information
18 A’s trade secret and that its gis.
* " elosure is made in-confidence.”2 .
The district court found in substance
that” there .was ng . 8Xpress: notice 4o

“the 'confidencé . do:eé, 'hot'

Mahaffy or defendant that  the dis. -
elosure

was made in confidetice, for a
limited purpose. The finding: is amply
supported and ’
that plaintiffs really contend. otherwise,

limited purpose of cocperative leffort by
-defendant, . Using - the Restatement -
the claim” wonld. he that! Ma-
haffy and defendant should have known
that. the disclosure ‘Was made’ in'con-
fidence. 2

(L] Where - the fa_c.ts. show that 2

5 no- notice of the'.con-

we do mnot understand

disclosure is made in order to further °

may bé.implied, bz,
Prospective purchaser  tg
enable him to appraise the value of the

to- assure him- of the prospects of the

.borrower’s business,  disclosure to agent,

bartner,
ever, no relationship between the

parties
existed prior to-gr

at the time . of the

_disclosure to Mahaffy, and -.althpugh

LIV Restatement, Torts, § 757, (1939),
_“Hd.,-Cozmnent'j, p. 14. R

81V Restatement, Torts, § 757, Comment
J.-See Hoeltke ‘v, Q. M. Kemp Mig; Co, i
(4th Cir, 1935); 80 F.2d 912, 923, 28 USPQR
den. 268 U.'S. 673 (1936): -

~

& particular relationship, a relationship -
~of eonfidence
~closure to: g

dis-
DProspective lender - - .

or joint adventurer,s Here; how- -

-y

14
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" they had several discussions, at ‘later
. dates,.0f the:problems involved, we find
no-dealing from which a relationship of
-eonfidence is reasonably'to be implied. -
Im:alidit?' of Cloud 787 because of
“prior public. use. 35. U.S8.C.A. §102

provides that a person shall be entitled. rection as to secrscy -exeept Mr, Cloud’s:

- generalized ' statement, testified to by
-him, “We asked him to keep these ma- -
~-chines of ours 4n confidence,” Although "

to -a- patent unless “(b) the invention
was * * * in public use or on sale in
this country, more than one year prior
" to:the date of the applieation for pat-
ent:in:the Unlted States,” The applica-
tion, for -Cloud 787 was filed January

11, 1957. . The machine previously

referred to ‘was -in use at Ostrow’s from
‘March, 1955, to. the summer of 1956,
This machine is the same as the illustra-
“tion- in figures 1-16 of the patent. De-
fendant elaims that the patent is invalid

because. the machine was in public use:

-while at  Ostrow’s, or at least ifs use
became a public use more than one
year before January 11, 1957,

' In addition .to the findings already

quoted, the district court found as fol--

loWS,=_144 USPQ at 175:

- 49k "Duying the year 1955, and more

- ..than one year prior to the filing date

. 11, 1957, the 'Cloud machine at the

“ QOstrow plant produced 50,000 packages

that were sold by Ostrow in retail

i:food stores in the San Franciseo area-

+in furtherance of the experimental use
- 'of the machine from which neither the

- Clouds’ nor -any  of the plaintiffs

“-received any rentals or profits or ex-
ected to. ' o

.%26.. In . the -experimental packaging

on . the Cloud machine at Ostrow’s it
" iwas necessary to send out thousands
- of wacuum packaged products to the

.- stores marketing such products so-as -

" fo ~obtain - resulls, over a period of
time, on so-called ‘shelf life’ of the
7 products. . Many were returned as

-~ “leakers’-and ag being unsatisfactory. :
v The -results .of the tests proved so -
““unsatisfactory that Ostrow eventually:
“’stopped using the machine and Cloud

“asked hini to return the machine.” -

-7 .The eourt also fonnd and concluded;- o 8),
o USPQ 68, 0.

‘144 USPQ at 174: ’
Heeqd, R *

S (@Y That the ‘

~“machine at Ostrow's was not a public
or commercial use nor under lease or

- i'pffer’ of lease but was an “experi-
"-mental and seeret use which did not

* bar. the issuanee cf Cloud *787 patent .

" though the a%plication therefor: was
J.made “mole i

mental use gt Ostrow’s.

“{h) That the use at "Ostrdw's ‘did-

- not-cease to be experimental in char-

of ‘the Cloud ’787 patent on January

B

se” of the Cloud -

an..a year after the
Cloud ‘machine. was- put inte exper-

. acter prior to one year before applicas
-, tion_for Cloud 787 patent was filed.in

the Patent Oflice.” ™ - | i s oo'?
" .The finding that the unse at Ostrow’s
was secret is open to serious. guestior.
There was no express agreément or di- |

Ostrow.. did not permit -Mahaffy. ic

“inspect the machine. until Cloud gave -+

consent, Ostrow showed ‘it to: at. least -
one other employee of defendant without
permission. -t wag installed 'in ‘2 room
with other Cloud machines ‘and two of
defendant’s” machines, ‘and; there.is’ no
¢vidence that employees of Ostrow were
instructed to'maintain any seerecy, -

[2] Except for purely experimental "
use, “‘Public use’ ‘may properly be
defined, as’ any utilization of the inven-

© tion by one other than the -inventor
_where the user is wider no. limitation, re- .

gtriction or obligation of secrecy to the

“inventor.”* In addition, “The ordinary -
“vse of 2 machine or the practice of a
. proecess in ‘a factory in. the ubual course

of production artieles for commercial.

purposes is a public use.” - U
. [8] But even if the use at Ostrow's

was not secret, the district ‘eourt also

found the use “experimental.’” Under

the judicial interpretations of the con-

cept of “public use” in 35 U.S.C.A, § 102
{b} ‘a use: which is" not secret is not &
“public use” under the statute if it be
experimental, S

“A use for experimental purposes is

not a public use “f it is estiducted in

_good faith. for the purpose ‘of testing

theé gualities of the invention and for no .
other.-p%r_pose not naturally inecident to -

" that.”

‘[4] Congressional ‘poliey in. favor of-

seagonable . digclosnre ' of invention . is

implemented by judicial rules-placing a

"4 Randolph v. Allis-Chaimers Még. Co.
(Tth Oir. 1959), 264 F.2d 533, 535 120 -

USPQR 512, 513. Accord,” Watson v, Allen:
D. C. Cir. 1958), 254 F.ad 342, 345, 117 -
§ Electric Storage Battery Co, v, Shim~
adzu (1939, 307 U.S. 5, 20, 59.3. .Ct. 875,
83 I. Ed. 1071, 41 USPQ 155, 161, B
-6 Hobbs v. Wisconsin Power & Light Co.
(7th Cir. 1957), 25¢ ¥.2d 100, 108, 115 USPQ

- 371, 377, cert, den, 35§ U.S. 932, 117 USPQ
497 (1958). Accord, A. Schrader’s Sons:v.
Wein' Sales Corp. (2d Cir. 1825), 9 BP.2d.":
306, 308; Aerovox Corp. v. Polymet Mfg, =
- Corp, (24 Cir:-1933), 67 F2d.860, 861,20 .. - - .
TSP 119, 120; - Watson v. -Allen, supra,” .

note 4; Randolph v. Allis-Chalmers Mfg, -

" -Co., ‘supra, nots 4; George. R Churchill . =~ .
Co. v. American Buff Co. (7th Cir.. 1966), - -

365 F.2d 129, 134, 150 USPQ 417, 421, - .

1
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heavy burden of proof -on an inventor
who permits a public ise of his. inver-
tion more than one year before applying

- for a patent. “Once a single public use:

- of “the operatwe device embodying the

elaimed inventjon * * * had been shown

thé plaintiff had the burden of estab-
- lishing “by full, convincing. and  un-
eqmvocal proof, that the nse was part of
a_bona. fide program of experlmenta-
tion.”.7:

.The | dlstrlct court  was sat1sfzed that
plamtlffs had zarriéd their burden. Re-
. vigwing this finding, with the foregoing

julé in mind, wé consider that it was not

- clearly erroneous. It is true that plain-

tiffs’ position is somewhat ‘weaker as to-

use after November .1, 1955. On that
date, Cloitd “wrote to Rosel]e, his em-
ployee. whio was operating .the machine
at Ostrows plant, “I don’t  think the
machme can be cons1dered an experiment

afiy ‘more” and that “the machine has

bean there long enoiigh for them [Ostrow

. and his employees] to take over.” Roselle -

" left, December 1. At the trial Cloud
" explained that he meant the machine was
operating well, mechanically. The ma-
chine remamed until he recalled it in the
sumimer, of 1856,
-[8] We do not think fthat such

change ag  ogecurred - November or .De--
- ecember 1 necessarily ferminated the -

experimental nature of the use, so that
it became a public use under the statute.

At least one modification was made.in -
at Cloud’s direction, changmg-_

it later,
the method of sealing packages. Locat-
ing a better type of film was a major

. concern during this period. Cloud was
using’ phofﬁm on the machine, and al- -
though it had -certain piroperties which:

made it desirable for this. process, it
tended to admit air to the food after.a

‘short interval. The substantial produc—.._;
tion 6f packages.on this machine is not -
necessarlly inconsistent with the purpose -

o of testing the machine and the pliofilm.

The learned district. judge . considered-

the -evidence convineing on this point,
and we cannot say as a ‘matter of law
that it was not.

3..Alleged lack of invention because. ‘of
obviousness, Defendant aveérrad that the
- differences between the subject matter

sought to be patented and the prior art
were such that the subject matter

TGeorge R. Ghurchﬂl Co v, -American
Buff Co.,” supra- note 6. Accord, A,

E Schrader $.Sons v, Wein Sales Corp., supra.’

note §; Aerovox Corp. V. Polymet Mig,

- gorp., supra. note §; Randolpa v.- Allis:

Chalmers: Mfg. Co., supra. note 4, at 636,
T 1200 USPQ atb 513-a14 Koehrmg Co.” V.
gﬁ..honal “Automatic Tool Co., Ime, (Tth

‘atterition to--the ‘issue -under sec.

1966}, 362 F2d 100, 104 149 USPQ'
S 887 890, .

" would have been obvmus to a person

having ordinary. skill in:the' art. De.: '
fendant offered expert testimony and a

number . of patents tendmg to estabhsh .

prior art..
The d1str1ct ‘eourt wrote no oplmon,.

nor did i define in its’ :Emdmgs or: .
- eonclusions what it considered the inven-
tion ~which ‘Was" the subject matter of -

any of the patents in.suit. It made no
finding describing the prior art, nor de-
termining that the subject matter was oy
was not: ohviogs to a_person having
ordinary skill'in the art. The court did .
find that the 17 patents relied on by,

-defendant did not anticipate the:claims

in suit, but there is no finding. nor con-

-clusum totiching upon obviousness ‘ex- .
"~ gept as might be implied by the finding .

or conclusiof that the patents are pre-
summed, to be valid, 'and’ that defend-

-ant has not met the burden. of proving.

Lack of more ‘meticylous
103
{alleged ‘obvicusness) : probably resulted
from a - degree of pre-occupation at ‘the

invalidity.

“trial with the more dramatlc clalm of =
unfair. competltlon N

“The’ analytmal stebé which |4 court .
must take " int order to “detéermine the:

issue of validity under ge¢; 103 have

beern. clearly descrlbed

« % * Under. §103 the scope and"
content of the prior art are to be
determmed differences between the
Pprior art’ and the claims at issue are’

- to be: ascertained; . -and- the,level of

ordinary ‘skill “in “the pertment art - '

resolved. Apgainst this background, the
cbviousness. or nonobviousness of the
subject matter is. 'det'ermined KRV G

161 It may be enotigh, on rare oc-
casion,-for a trial court to.take such
steps mentally and give general expres—-
sion to the ultimate resolution. Ordinar-

Aly it-will be better to give verbal -ex-- - '

pression to each. Perhaps in this . case,

where the ‘evidence of prior art com- -

prises a number of patents-and. the un-

contradicted ~explanation thereof by one -
“expert - witness,

this  appellate
cotld ‘make -the determination at the.

‘present stage without trespassmg upon.

the area of fact finding.® But, 'in’ gen-'
eral, and we think in this case as well,

it is sounder procedure for the initial

-8 Graham v, John Deere Co (1966) 383 :
U.S. 1, 17, 88 8. Ct.-684,-15 L. Ed, 2d 545__
148 USPQ 459, 467, L

9 See,. Tor: a. discussion of issues of. fact‘_
and 1aw with respect to-validity of patents,
and the function of the appellate. court in-

. reviewingg. trial: court determinations, Ar- - B )
mour & Co. v. Wilson & :Co. (Tth Cir. sy
7-{%%012274 F.2d 143, 151- 156, 124 USPQ 115 _

court .-




158 B8PQ

fi’ampton . ﬁiaffﬁl‘i’i’fg. Co. .

=

323

_.determmahon to be made in the trial

“scourt.: That ~eourt "has advantages not.

only in’ determmmg eredibility of those

‘it sees’ ‘and “hears, but it' has much.
o greater flekibility, where it -deems it -
desirable; to eall counsel before it for
colloquy,  or ‘to order supplementation.

of the evidence.l9 And where the de-. .
termination of this type of issuc is firgt .-

made in the court of appeals,” there is

no court where the -parties ean obtam_-'

review as a matter of right.

. We refrain, therefore, from attempt-
ing to decide the matter at this _stage,
and” direct further proceedings, in the
district court to determine the-challenge
~to ‘all - these patents for obviousness
-under 35 U.S.C.A. §103. The district

court must also be free to determine or

redetermine other issues, related to or

dependent upon that one. These are- the

‘issue, raised by defendant, whether

Cloud 787 particularly pomts out and.

-distinetly claims  the subject matter as
required by 35 U.S.C.A. §112, and the
issue of infringement of any of the three

patents "by defendant’s machmes 6-12,

6-14 or 6-16. -

Insofar .28 the ]udgment d]SmISSEd.
plamtlffs céause of action for unfair

competition . and determined that -Patent

No. 2,888,787 is valid against a chal- .
lenge under 85 U.8.C.A, §102 (b) (pub-.
lic use), ‘it is affirmed. Insofar as the

Jjudgment. determined other issues of

" walidity and issues of mfrmgement and
awarded rélief to:plaintiffs, it is reversed -

and the cause is remanded for further
__pl_'oceedings consistent with this opinion.

" Court.of Ap'p'e'als, Eighth Circuit

'HAMPToN et al. 'v. BLAIR MANUFACTUR—

- ING COMPANY .
" No. 18465 Decided Apr 5, 1967

UNFAIR: COMPETITION
) _1. Bankruptcy (§18. )

" Bankruptey court has s.ncﬂIary Jll!‘ls-

diction to consider petition, filed by
purchaser of debtor’s assets, seeking to
enJoln debtor’s former sales manager

10 An expression of the de51rab111ty of. an..

initial-determination of validity issues in

the' trial’ court rather than the appelate -
ourt is found ‘in an opinion by Circuit

“Judge Hastie in- Sutherland Paper Co. v,

@rant Paper Box Co. (3d Cir. 1950), 183 )
“Fad 926, 935, 86 USPQ 337, 345 cert den.

340 'U'S ‘906, 87 USPQ 432 (1950)

" Before. VAN

from using coples of 'd'e‘btors' ‘blue

prints (which were included in sale-to
: Igetltloner) in competltlon W1th petl-.
ioner.

‘2, Appearance of goods or labels—-In._E '
general (§68. "01) S

Trade secréts -——: In geriéral’ (§"68.—-
901)

Although debtors former saIes man-
ager, after sale of debtor’s assets to pe-
titioner; cannot be permanently en-
joined from:  copying debtor's -un-
patented implements, his conduet is sur-

-reptitiously copying debtor’s blue prinis

and -his failure to obey orders of bank-

‘ruptey. court to turn over blue prints

and not use them warrants equitable re-
lief; since use of blue prints accelerated

"time in which he was able to. produce

implements, -court is justified .in. re-
straining their production for the pe-

“riod that would have beenn requlred £o re-
-produce them Wlthout a1d of que

prints,
3. Bankruptey (§18.)

© Fraud, deception and palmmg off
(§ 68.55)

. Issue as fo whether debtors former

sales’ manager . unfairly competed

(palmed off) with-purchaser of debtor’s

assets does not fall'within summary jur-

1sdlctlon of bankruptcy court

Appeal -from- District Cou'rt for Dis-
triet of Nebraska, Delehant, J.
- Petition by Blair Manufacturmg Com-
pany against Emmett Hampion and
Hampton Distributing Company in bank-

. ruptey proceeding. From order enjoin-

ing respondents from - manufacturing
eertain 1mp1ements respondents appea]
Modified.

. CLAYTON H; SHROUT HANIEY, NESTLE &

CAPORALE, both of Omaha, Neb for

appellants : :

LYLE E. STROM, CHARLES A, SCHORR and
F1rzGERALD, BROWN, LEALY, MCGILL
& STROM, all of Omaha, Neb for ap-
pellee.. -

QOSTEREOUT,. BLACKMT.TN '
and MEHAFFY, Circuit. .Tudg'es :

Van OOSTERI-IOUT Clrcmt Judge

" This is 2 timely appeal by respond—-
ents. Emmett Hampton and Hampton

. Distributing Comipany, a - corporation,
-hereinafter sometimes jointly called -
‘Hampton, from: the portion - of  final

order of the District Court permanently.

- enjoining: Hampton, reading as follows: - &
© 42 That the respondents, and each: o

of - them,; the "agents, servants and -
employees of - the respondents, and- -
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Supreme Court COnstrucﬂons

- Anderson v. Yunghaw, 1947 67 SCt 428 3‘79 U.S 482 gt LEd.
436,
‘Land v. Dollar, 1947, 67 8.Ct. 1009, 330 U.S. 731 0 LEd 1209 -
<+ Fleming v, Mohawk ‘Wrecking: & Lumber Co; 1047, 67 8.Ct.. 1129,
831 TS 111, 91 LE® 1375

Snyder v.:Buck, 1950 71 8.Ct, 93 340 US 15, 95 I.Ed, la

V DEPOSITIONS AND DISCOVERY
Rule 26

DEPOSI’.I‘IONS PENDING ACTION _ )
(a) When Dep051tmns May be Taken. Any pa1 ty may take the

testlmony of any person,. 1nclud1ng a party, by dep051t10n up-
. on oral examination or written interrogatories for the purpose -
- of dlscovery or for use as evidence in-the action or for both pur- -
poses... After: commencement of “the actxon the deposition may -
~be. taken without :leave of court, except that leave, granted
w1th or Wlthout notlce must be obtained if notice of the taking is ',

served. by the plamtlff within 20 days after commencement of the

*.action. The attendance of witnesses may be.compelled by the use -
of subpoena as prov1ded in Rule 45. Depositions shall be taken

only in accordance W1th these rules; except: that in adrmralty and_ N

o ‘maritime clalms within the- meanmg of Ruled (h) dep031t10ns may
“-also be taken under and used in accordance with sections 863, 864,
 and 865 of the Revised Statutes (see note preceding 28 U.S.C. §

1781). The dep051t10n of a person confined in prison may be taken -

: jonly by leave of court on such terms as the court prescribes. As

amended Dec 27 1946 eff March 19, 1948; Feb 28, 1966 eff

' July 1, 1966.

(b) Scope of Exammatmn Unless othermse ordered by the

B .;court as- provxded by Rule 30(kb) or (q), the deponent may be
E exammed regardmg any matter, not privileged, which 1 is relevant -
"¢ to the subject matter involved in the pending action, whether it~ -
* ‘relates to the claim or defense of the examining party or tothe . TN S
© . claim or ‘defense of any other party, including the existence, de- o olen
v scrlptlon, nature, custody, condition and location ‘of any books, -
" _documents, or other tangible things and the identity and loeation - .
N "f'of persons having knowledge. of relevant facts. It is not ground -~ . . %
- for ohjection that the testimony will be inadmissible at the trial ~ ¢ -
-4 the,t_estzmouyfsought appears reasonably caleulated to lead’ to- LR




; DEPO?JTIO\?S AND DISCOVERY - Rule 26

the dlSCOVEI‘y of adrmcmble ev1dence As amended Dec 27 1946
- eff. March 19, 1948 o

(c) Exammatlon gnd Cross-Exammatmn. Examination an'd
- eross-examination of deponents may proceed as permltted at the
tnal under the provisions of Rule 43(b). ' -

(8) Use of Depositions. At the trial or upon the hearmg of a
motmn or an interloratory proceedmg, any partor all of.a. dep--
Cosition, so far as admissible under the rules of ev1dence, may be’
used agamst any party whe was present or represented at the
taking of the deposition or who had due notice. thereof in ae- .
cordance with any one of the following prowsmns '
(1) Any depositioi: may be used by any party for the purpose
of contradmtmg or nupeachmg the testxrnony of deponent as’ a
witness.

2) The deposxtmn of a party or of any one who at the tune '
of taking \the deposition was an officer, dlrector or managlng
“agent of a public or private corporation, partnership, or associa-
tion which is a party may be used by an adverse party for any

purpose. - . L S e

(3) The déposition of a witness, whether"or net'a party, 'may_ _
be used by any party for any purpese if the court finds: 1, that
the witness is'dead; or 2, that the witness is at a greater dis-

tarice than 100 miles from ‘the place of trial or hearmg, orisout - -
@f the United States, unless. it appears that the absence’ of the =

witness-was procured by the party offering the deposrclon or3, .
fiﬁ:at the witness.is unable to attend or testify because of age,

szitkness infirmity; or imprisonment; or 4, that the. party offer- En

#u, the depositionthas been unable to procure the. attendanca of .
im witness by subpeena; or 5, upon appheatlon and notice, that
such exceptional circumstances exist as to make it desirable, in

) _me interest of justice and ‘with due regard to the unpertance of
S ¥ esentmg the testimony of mtneSSes orally m open court, to

_@kaw the deposition to be used.

) It only part of a deposmon is offered in. evxdence by a
v, an adverse party may require him to introduce aII -of it
swhich i is relevant to the part lntroduced and any party may in-.
“_}.educe any dther parts,

; .ezzbc,tltutlon of parties does not aft‘ect the rlght to use deposx-- '_ -
tmn»« ‘previousty taken; and, when an action in any court of the .-
“United States or of any state has been dismissed and another .~
1 .il_lvolvmg the same subject matter is afterward brought_ '

73 =




‘Rule 26 = RULES OF CIVIL PROCEDURE |
' between the same partles or their representatwes or Sﬂu’eeﬁ “S!

- former action may be used in the latter as if orlgma?ly takr

* Rules 28(b) and 32(c), objection may be made at the ¢

DEPOSITIONS BEFORE ACTION OR ?ENDING APPEAL;'

in interest, all’ depositions lawfully taken and duly ﬁled P!

therefor. - - Lo
(e) ObJectlons to Admxsmb:hty Subject to the pr«:)mf~

hearing to receiving in évidence any deposition or part
for any reason which would require the exclusion of the e%;?

dence if the witness were then present and testxfymg As amen

ed Jan. 21, 1963, eff. Julyl 1963.

(f) Effect of. Takmg or Using Depesxhens. A party sha -
be deerned. to make a person his own witness for any purpe. :

taking “his" deposition.” The introduction in evidence of the - -
-osition or any part thereof for any purpose . o’gher than ths.

con‘cradlctmg or impeaching the deponent makes the depos
the witness of the party introducing the deposruon but this s~ i
not apply to the use by an adverse party of a deposition as
scribed in paragraph (2) of subdivision (d) of this rule. At .
trial or hearing any party may rebut any relevant ‘dvidence cos:
tained i ina deposition’ whether mtroduced by him or by any oth

erparty ' _ - S SO

'1963 Am'endment
. Inserted “28(h)" near the beginning of subdivision (e). -
1966 Amendﬁieni S ;1“::_ _
_ . Added the exceptmn clause af the end of tI 2 penult mate seé;tence o
of subdmsmn (a) S o - u _
: ] ' s

Supreme Court Constructln eI

~ Palmer v. Hoffman, 1943, 63 8.Ct. 477, 318 U.S, 104, 87 L.Ed. 645 A
" 'Hickman v, Taylor, 1947, 67 8.Ct. 385, 329 U8, 495, 91 L.Ed. 451. o
Conley v. Gibson, 1957, 78 8.Ct, 99, 355 U.8. 41, 2 LEd.2d 80." Lo

Bociete Internatmnale Pour Partlclpations {ndustrielles et Com«- ..

" merciales, 8. A, V. Rogers, 1958, 78 8.Ct. 1087, 357 U.S. 197, 2 L.Ed.2d L

B T
: Schlagenhauf v. Holder, 1964 85 scc 234, 379 U4 104 13 LEA24 e

Rule 27. R

(a.) Before Actlon. o .
Yy Petition. A person ‘who de51res to perpetuate his own tes-

' txmony or that of another person regarding any matter that may

be cogmzable in any court of the Umted Stm,es“may file a ;enﬁed

T s R P
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"ing in trademark mgmﬁcance as apphed -
Jin dlsmlssmg the opposition.

to appellee s goods.
[3]

pellee’s predecessor’s promotionzﬂ bro-
chures wherein the registration legend is

used in association with the mark, “P0O-

LYCOPY”, notwithstanding appellee
does not own-a federal reglstratmn for
said ‘mark, which shows a photocopymg
machine with the notation’ thereon

“CORMACPOLY COPIER” rather than .
Appellzant -

"‘CORMAC POLYCOPY
contends that on the basis of. these dis-
- elosures alone; the board should have gis-

tained the opposition and refused-the-

registration sought by appellee.

. The board took the pdsition that in-
_asmuch as: these,

proper._ basis for entry of judgment in
favor of opposer on the inter partes is-
sues” of the pending-procééd’ing;--"
- board stated: '

4Tt further: ‘may be noted that lf 1n .

'con51de11ng an inter partes case m—
" volving an applieation, faects appear.
which may render the mark of the-
applicant unreglstlabl_e, the  Board -

“under Rule 2.133% can only recom-. -

mend that if the applicant finally
prevails in the proceeding, registra-
tion be -withheld pending a.reex-
‘amination by’ the:
Trademarks in light of such facts.

. Accordingly and in view of the
aforementioned  disclosures, should
applicant ultimately prevail on the.

inter partes issues herein, it is rec-" *
ommended that ‘the Examiner of - .
Trademarks: reexamine. applicant’s.

right -of light.

registratipn' in
- thereof.” - )

We do_not perceive any erTor, revieW—. :
able by us, relating to the board's dis-

. position of this issue. In fact, the board

" has ‘made no appealable determination

of this specific issue but has simply in-
voked an apphcable adminisirative rule.

Upon consideration of- the record hbe-

fore us, the.contentions advanced and -

the argument of counsel, we find o re-

343 FEDERAL REPORTER, 24 SERIES

In the proceedings below, appel-
lant made of record a copy of one of ap-

B matters involved . ex
Slopdrte questmns, “they- could ‘afford  no

The. .

_ 5 CCPA.

- . No. 112,160, for a patent.
Examiner. ‘of ":

versible exror on the part of the board

The ‘de-:

cision of the boald ig aflirmed. ‘
Affirmed.

. "MARTIN, J udge (dlssentmg)

One convexsant with photogmphy
might feel confident that the ordinary
purchasers: of the. goods. in question :
wotld not be confused. However, I feel
that the ordinary purchasers would not
be -go conversant, and thus there is a
likelihood of "confusion between the
marks- when used on the goods of the

part17f

O ; KEY KUMBER 5YSTEM

i E

Application of W&Iter Lattr ell GI{AI“
Patent Appeal No. 7343.. ‘
United States Court of Customs .
and Patent”Appeals. '
April 15, 1965.

Proceedings on application, Serial
‘The Patent
Office .rejected: the claims; and applicant
appealed. The. Court of Customs and

- Patent Appeals Martin, J., held that ap- . o '

plication for tlaimed. 1nvent10n 1e1atmg

- to an 1mpr0vement in process of spmmng- _
‘hollow filament viscose yarns was proper: -
1y rejected-as an obvious var. 1at10n of -
. combmatmn of two references.

Affirmed. -

1. Patents E=18
Obviousness does not 1eqmle abso-

: Iute predictability.

2. Patents €18

. Conclusion requned under statutou .
section reIatmg {0 obviousness must be '
grounded on welghmg of aH the facts.

-35USCA §103
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. APPLICATION OF GRAF IR
e 2 Clte as MIP2ATTE (1960) i B

Apphcatlon for claimed 1nvent10n Tes

_ Jating to an. improvement in process of -

spmnlng hollow. fllament -viscose.yarns
was proper]y -rejected as an obvious
variation of combination of two refer-
ences. 85 US.C.A. § 103.

Rudolph 8. Bley, Elizabethton, Tenn. -
(James H. Ewing, Washlngton, D.C., of -

counsel), for appellant _
C!arenceW Moore,; Washington’ D. C.

(J. B. Armore, Washington, D, C., of
_ counsel), for.the Commissioner.

Before WORLEY, Chief Judge, and'
"RICH, MARTIN, ~ SMITH,

and - AL-
MOND, ‘Judges.

MARTIN Judge.

hollow: fillament viscose yarns, ‘which ap-
plication was -a' continuation-in-part of

 an application serial No. 834:673 filed .
The board sustained -

August 19, 1959.
the examiner’s final rejection of all the

“claims in the case, process claims 1-7, as

obvious variations of a-combination- of
two references.

Asg appellant dlscloses it is well known
in-the art to produce hollow rayen fila-

ments by extruding ‘a viscosel. solution:
_containing an alkali

metal carbonate
into an acid bath, wherein the carbenate .
decomposes fo form carbon dioxide. The
carbon . dioxide inflates the spun vis-
cose stream to make a hollow filament.?
As’ shown' by appellant’s example 1,
when carbonate-type viscose is extruded
through a spinneret having round or ‘ifices

into a particular spinning-bath, a fabric -
" woven ‘and dved.-from the yarn thus pro-
" duced was judged to-exhibit “‘commercial-

ly  unacceptable™ uniformity of dye-
I. Ordinary viscose is a celtulosic product,
being 'an alkaling -solution of: the aged
reaction product of alkali cellilose with
carbon disulfide. :

That adverse dectsmn is”
the subject of this appeal.

i e

s

"ing, - numerous dalk ﬂashes occurrmg
throughout the fabric g

.1"

In appellant's process such  uneven

;' dyeing isireduced. by extrusxon of the o

carbonate-type -viscose through * slot-
shaped spinnevet orifices, in which the

. ratio of length to width is greater than '

_ahout b. Appellant states that the more--_
“even dyeing obtamed

“x ok w g appalently due to the

fact that the cross- sectlons of fila-

ment are ‘more upiform, i. ‘e. fila-
ments with abnormal cross-sections

are substantially eliminated. * *7”

A representative cIaIm reads 4s fol-
lows .

“1, In a pr_ooess for the .:forma-
tion of a hollow filament of wviscose
rayon by extruding viscose contain-
ing an alkali - metal carbonate

A
Appellant ‘fléd an application serlal .+ through a spinneret into. a_sulfuric

" No. 112,160 on May 15, 1961 for an im-
-provement in the process of spinning

“aetd” coagulatlng and regenerating
bath, _the improvement which com-

: pr1ses extruding the viscose. thlough

- the- spinneret to form a viscose
stream - having a slot—shaped Cross
section at the exit of the spmneret
orifice, the said cross section thaving

a width of from about 0.0025.to. -
-abottt  0.005 inch with the ratio of .
the length to width belng above
ahout 5.” ,

The remaining -claims -more spemﬁcaﬂy .

define the length to width ratio of the -

‘réctangular orifices ‘and the et

of the viscose. . Appellant’ dc\es not'predi-

cate patentablhty on such additional lim-

‘ftations.

The references rehed on are;

Picard

K 1.831,030. ) Nov.
* Brumberger :

1,984,659 June

10, 1931
26, 1954

Picard was’ elted by appellant in his speei-
fication as-an example of the carbonate-
type viscose ‘used toinake HLollow: fila-
“ments.. Picard states his hollow filaments’ .
are” “endowed with a higher covermg

o2 Nommlly the filament: subsoquoutly col-

lapses; . appellant is concerncd” with the -

" collapsed holiow filament yarns:

‘pos1t10n- o




ST sctse
teaches that by the use of rectangular -
 orifices, cellulosic .yarns having greater

" covering power will be produced; and that-

‘obviousness, statin g:

L

76 " 543 FEDERAL REPORTER, 24 SERIES-

power,” 3 but does-not disclosa-the shape

of the orifice used in. his spinneret.
Brumberger shows a spinneret with ree-
tangular or slot-shaped orifices having
length to width ratios greater than 5.

Brumberger states his spmnex et-is-useful :

in: )

FHRIE % all processes for the manuJ

facture of - artificial multi-filament

_. yarng, such.as the cupra-ammonium,

viscose, cellulose-acetate, cellulose-

. nitrate, and any other processes

where cellulose and its. deiivalives-
are used to produce mult:-ﬁ]ament'-
yarna.”

The examples specaﬁcally described in

Brumberger use ordirary viscose which-
does not contain a carbonate, and accord-
'mgly‘

ayon ﬁlament Brumberge1

the harshness or softness of the yarns
can he-controlled by vanatlons 1n the

“size or shape'of the orifices.

The examiner rejected the claims as
unpatentable over Picard in view of
Brumberger, seeing no “invention” in
carrying out the Picard process using the
rectangular orifices of Brumberger. The
board considered the rejection as one of

| “Tt is obvious to one skilled in the "
art who- wanted the greater cover-
ing power of the filaments obtained -
by Picard and either the additional .

~ covering power of Brumberger's rib-
bon-like filaments or their greater
harshness or softness, depending. on-
the .denier, that such resulis -could-

" be obtained by using the spinnerets
of Brumberger in the spmmng proc-
ess.of Picard. '

% * E TN TR S

. “We think it is- obvious that

* Picards filaments could be made in.

3. Covering power appéars to refer to the

increase in surface of  such:-filaments: .
This view seems consistent with the fol-+

._ towing “comment. by -Avram .in his book _
The Rayon Industry, 2od Editien, 1929, & -

D. Van Nostrand Co., N, &t p. 225:

Id.:produce 8 ﬂattened ‘solid:.

rlbbon—hke form as taughL by Brum— ‘
- berger and the desnablllty of dcung
this is also obvious.”

Appel!ant argues that it was to be ex-

‘pected that the use of the Brumbelger_

spinneret in the Picard process would
give.yarn having very poor dyeing prop-

erties since exch process was known to
" produce yarn which dyes pon-uniformly. o
Appellant’s only support for the argu-
ment lies in the. followmg statements in

his spec1ﬁcat1on

SHEE e T}us result [more uni-
‘ferm dyelng] is surprising since, as
‘is well known to those skilled in the.
art, the substitution of slot-shaped
orifices for round orifices in conven- -
tional viscose spinning Ieads to diffi- "

- culty in" controlling- uniformity of |
dyeing due to the fact that the shape
‘of the filament cross-section tends to
VAYY 1more w1th 51ot-shape<i orlﬁces
than with round ouﬁces "

[11 Ineffect, the E1mprwq'-:menf; in uni- .

formity of ‘dyeing is. to be looked on by

-us gs an‘unexpected result. In response

io the board, appe]lant argues that the

art -dees not d;sclose what eﬁ?ec’n the use*

of - the Blumber_ger_ spinnerét in the

.Picard process would have on t_h'e cover-’
ing power and harshness or softness of -

hollow filament yarns. In.our view,-that

‘ _-.res_p_onge. carries little weight since the
" rejection i5 not for lack of novelty under.
section 102, but -for: obviousness under -

section 103. ““Obvicusness does not re-’

.quire absolute. predlctablhty In re..-
_ Moreton 288 F.24 940, 943 48 CCPA
928,933,

While appel]ant states:t_ha.t the.prior

art knew the filament ecross-section of
ordinary: viscose -spun’ throug,h a reetqmn- - i

gular orifice would tend to vary, appel:

land’s “specification “does not- aid us by
‘showihg an example of such filaments,

nor-has.any affidavit been submitted: to

clarify that property of the Brumberger:

“x % % The increase in surface of
such filaments [hollow’ rayon. filamentl -
gives an itereased -covering .power with-
greater softhess and less Tuster than sohd

) Rayon filaments.”




by B1 um-
y of domg

B'I'lebérger

yeing Prop-
S l_cnpwn' to
t-uniform]y,

niemernts in

nore uni--
since, as
ed in the
vi-shaped
1 conven-
5 to diffi--
rmity of
he shape
tendsto ©
orifices -

ked on by

5 that the
ct the use
t in the
the ‘cover- .

view, that
since the
ilty under
38 under
B not re-
“In re
8 CCPA B

;he_jprior "
retion of -
L rectan-
¥, appel-

d-us by

laments,
itted to
1herger-
ice of
‘ment]
r with
1 solid:

a3 tO'.be £x-

FCESS would

- the argu."

ent in uni- -

h Tesponse

finess of -

R

‘Brumberger states ‘that they have -

. shape, "

SR e e i
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APPLICATION OF.GRAF. .. - -~ s 777
. Cite ns 343 1,24 774 (1905) :

type flattened filament. “As to the varions
types of cellulosi¢ filaments produced by
the use of rectongulayr spinneret orifices,

i

&
eross-section of very- long - dnd thin

LER L

same general shape and relative propor-
tions as the orifices producing the fila-

ments.” [ Brumberger contrasts such
- shape to the irregularities in ordinary
viscose spun through round orifices:

“x # & cifcular orifices * * ¥
[form] filaments having a cross sec-
tion usually ‘round, but sometimes a -
cross sectionmay have been of horse-
shoe shape or kidney shape or the
likes” ~

The sohcltor contends that the reason-
able inference of that disclosure of Brum-

- berger s that, the ﬂattened solid. ¥iseose-
ﬁ!aments ‘have & uniform ‘cross:section;

and thus more uniform dyeing would be
consequently one wishing to

would"use the  rectanpular -orifices of
Brumberger. : '

" Except for that. mference the - Patent
Office has not chal]enged appellant’s state-

ment of what the prior art knew of the
irregularities in a flattened solid viscose

filament. ~ Indeed, the board assimed

arguendo the correctness of appellant’s”

statement of irregularity in such fila-

ments, but did not find it-conclusive of
non-obviougness. -Thus that assertion in- -+

appellant’s specification that flattened

solid ordinaxy viscose-filaments “tend to-

vary” in cross-section must be considered
in our determination of obviousness or
non—obvxousness under. sectmn 103,

f23: Whﬁe a selection of -certain facts _
in this ¢ase tend to a conclusion of non- .

obviousness-and’ others taken alone may

show obviousness, the conclusion required:
under section'103 must be grounded on.

a We:ghmg ot‘ all t.he facts.

[3]- Upon rev1ew of the welght ac-
‘corded all the evidence below, we do not
think the board erred. We think there
is adequate reason. to conclude that the
343F2d—49’-/z ; SRR : :

generally a rectangle bent some-~
" what or folded over on itself,” and “of the

i

- claimed process would - be obvious to one: -

of ordinary skill.in this art in view of
the feachings: of the references. While
merely for the purpose of obtammg uni-

~formity of dyeing, the process may ap- .

pear to be non-obvious; such a view does
not accord weight to il the facts. Ob- -
viousness is notito be determined on the
ba51s__of pulpose alone. As against ap--
pellant’s ¢ showmg” that slot-shaped ori-.
fices rvesulf:in ﬂattened solid ordingry

‘viscose filarnents the cross-sections of .
© - which “tend to vary,” we must consider

Brumberger’s teaching. that his slot-
shaped or'ific_es are useful for “all proc-
esses: for  the’ manufacture of artificial -

- multi-filament yarns,” and that the shape -

of his filaments conforms to. that of the
rectangular orifices -used, in contrast to
the shape produced by round orifices.
Further, one in this art could equally

- choose 1o obtam the property of greater

covermg power for the Picard carbonate—_.
type viscose filaments by using rectan-
gular shaped orifices as taught by Brum-
berger. . This is paltlculazly the . case
since Picard, like Brumberger, is’ inter-

. ested in-the production of filaments “en
“dowed with a higher covering power,

*®E % As the board stated:
o#w % ¥ gndyed filaments are still
a. useful product or ‘the filaments
could be colored, as they ofien are,
by putting a dye or pigment in the-
gpinning solution. As described by
- wappellaut; the dyeing.problem i is one .
“of after-dyemg spun filaments.”

The process as claimed does not admit -
of a purpose which would make it un-
obvicus per se, and the ‘degree of im-
proved uniformity in dyeing in subse-
quent processing, “apparently due to the

fact that the cross-sections of filament -
are more uniform,” is not sufficient fo
_“tip the balance in appellant’s favor: Nor . -
on such faets are we in doubt such that - -
‘it should be .resolved in favor of ‘appel-

lant. - For the foregoing reasons we ¢f-

 firm the decision of. the board.

Affirmed.

RICH J coneurs 1n the result
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facts of record do mot sipply a reasons

able factual basis lipon which to support

the board’s affirmance of the examiner's

finding of obviousness of the claimed in-

vention.®

therefore’ reversed, -
Reversed,

KEY N\JMBER SYSTEM

0o
—“tnms

5 CCPA
Application of CHI K. DIEN.

Patent. Appeal No. 7656.

United States Court of Customs
~and Patent. Appeals.

Feb. 9, 1967.

Proceeding on application for patent
_in which the applicant appealed from de-
-eision of Patent Office, Serial No. 64,307,
~ rejecting-claims 1-19 of application. The

- Court.'of Customs and Patent Appeals,

Rich; J.,, held that patent office improp-

erly rejected, on ground of obv1ousness,.

claims 1-19 of application of patent re-

_'__latmg to-an. improvement.in plOCESS of_f

preparing qumacrldones
' Reversed.

Worley, €. J., dissenting.

Patents &18 -

Patent - office ' 1mproperly reJected_-

on ground of obviousness, claims 1-19

The decision of the board is

WORLEY, :C. J., coneurs in the 1-ésu1t..'

}

871 FEDERAL REPORTER, 24 éERIE‘S." '

of application of patent relating to'an -

2. The solicitor argues In his briefr
Itds * "% # gubmitted that even ..
if the Court considers the compara-
tive data to render elaims 2, 3,4, 7, 8
and 9, unobvions under 35 U.8.C. §
103, such data are not sufficiently rep-
resentative of the properties of the
) compounds ~embraced by the claimed
. genus, as to render cl'um 1 slmll‘lrly -
- unobvious:
Tle - examiner and the . board mﬂde no -
sucl " objection. - Rather, the appcﬂled

' I. Consisting  of Duncombe, -

1mp10vement in’ process of plepalmg :
qumacndones .

.' _ -
1. Harry Rosenberg, New York Clt},
for appellant. .
Joseph Schlmmel Washmgton D. ¢ -
(Raymond E. Martin, ‘Washington, D.C;

of counsel) for the' Commlssmnm of Pat-
ents :

Before WORLEY, Chief Tudge, RICH_..
SMITH and ALMOND, Judges, and
Judge WILLIAM H. KIRKPATRICR*

RICH, Judge ‘ _ -
This appeal is from a decision of the

‘Patent Office Board of Appealsl ad.
hered ‘to .on reconsideration, affirming

the rejection of claims 1=19 of applica-
tion serial No. 64,307, filed October 24, ..

o 1960, entitled “Prepalatlon of Quinacri-

dones.” No claim has been allowed
" The invention 1§ an 1mpwvement in

the process of preparmg quinacridones,

Thesge compounds | are prepared from 2,5-

diarylamino-terephthalic ‘acids in a con-
densation reaction in which two molecules
of water are eliminated and two interior
rings are: founed The process i known
as a double ring-closure. “Ring- closing:
agents” may be emp]oyed Appellant
has.discoyered that improved 1111g-c1051m '
is effected" by the 'tse of polyphosphoric
acid (PPA) as a ring- closmg agent. The
improved process is malked by very hi gh‘
yields (e. g., 98%), product purity and

. other. technologmal convemences

-Claim 1is typlcal

1. The 1mprovement in the process
of preéparing a quinacridone by ring-
“elosure: of a 2,5-diarylamino-tereph- -

claims" were -considered together -‘Delow
and we -therefore decling to consider the
relevancy and weight of thie. above ren:’
soning in regard to the cbviousness ‘of
appealed claim 1. '

_* Benior District Judge, Eastern District. of

: Pennsylvania, sitting by desig'natl'on:

Examiner-in-
Chief, author of the opinion, and Beilrt‘]h :
" and Wyman, Acting. Examiners-in-Chief.
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: Cite 4 371 .24 556 (1967} o o g

“thalic compounid; which comprises car-.

" rying out ring-closure of the 2,5-diaryl-

' amino-terephthalic conipound with the -
ald of & polyphqsphoric acid as a ring-
‘dosing agent. - - .

. The other claims are drawn to various
modifications of the process of claim 1. - references:

-Struve
‘DuPont (British)
_ Liehermann, 18 ILiebig’s Anna

Claims 11~15 include a ‘dilution of the
réaction mixture with water. Claims. 5+ .
15 -and 16-19 limit the 2,5=diarylaming--

‘terephthalic compotnds’ to ‘acids and .es-

ters respectively.

2,821,530
805;247 : _
len deir Chemie 245-50 (1935)

The examiner relied on the following

N

Jan. 28, 1958

Dec..- 3, 1958

Uhlig, 66 Angewandte Chemie 435-36 (1954). .
Brockmann et al,, 89 Berichte Deut. Clem. 1379-97 (1956)

Liebermann discloses the basie reac-.
tion. ‘The vields are described ‘as less’

than satisfactory-and the purification of
the products as difficult. ‘Ring-closing g

agents employed include zine chloride,”

- phosphorous, _pentachleride, ~ aluminum
" ehloride, agqueous. hydrobromic acid; hy- ..o

drogen bromide in glacial acetic aeid, and

- phosphorous pentoxide in tetralin or cy-.

mene.. With the Jatter, a yield of 449
is reported. - L

Uhlig disclosés the use of PPA as a -
. “nevr-cyclization agent in preparative or-
ganic chemistry”. and reports “surpris- .

ingly high cyelic ~eompound -yields.”

Uhlig teaches that all cyclization re- -
agents,previons_]y.pﬁsed, including phos-
phorous pentoxide, are “gurpassed by
- PPA in many respects.” . ' '

‘Brockmann et al. disclose the- use of.
PPA in the preparation of acridones.

The DuPont patent discloses a preparé;-
tion of a guinacridone in which -the re-

_ agenty ‘are “diluted with water. The
" Btruve patent.teaches a process for the -
preparation of quinacridones from esters. .

Our resolution of this case renders con-

 sideration of the latter two references un- -
 necessary. _—

The_ only issue is. whether'the i‘r‘hproved ;
process as a whole would have been: ob- .

vious to one of ordinary skill in the art
at the time the invention was made by

- appellant. -

The examiner summarized his rejection

of appellant’s claims as follows:

All the claims stand rejected’ as -
unpatentable - over Liebermann and =

Struve, of record, in view. of Uhlig

and the British Du Pont patent, The

- basis of the rejection is 35 U.S.C. 103,

Tt is considered that a chemust of ordi-
nary skill would be.led by the Uhlig
reference to try polyphosphoric acid in
the cyelization process of Liebermann,

" since the cyclization reagents used by

Liebermann, though operative, leave -
‘much to be.desived, and since Uhlig
states that P.P.A. has been found to.
offer many advantages over other pre-
vicusly used reagents. .The mere fact
that the results to be obtained are not
absolutely predictable does not make . .
its sneccessful use unobvious. In re

© Wietzel et al, 400-0.G. 463. In re

Moreton, [288 F.2d 940,48 CCPA 928;]
129 USP.Q.288. - o

It being considered obuvious to try
PP.A. in the cyclization step, it is

* further considered obvious to treat the -

resulting acid reaction mixture in the
conventional manner; . e by dilution’
with water,. to. obtain' the product im:
pigmentary form.. The .British  Du~
Pont patent is cited to show that the
“gtep is-in fact obvious to the chemist
of ordinary skill. [Emphasis, ours.]
The board agreed with the examiner:
The stated position of the Examiner,
is that a chemist would be led by the
‘Uhlig reference to utilize polyphospho--
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ric-acid in the cyclization process of
- Lieberman[n], in place of the cycliz-

ing~ 1eagents disclosed by . Lieber-
man[n] since the reagents of Liebor-

-man[n], although operative, leave much
to - be desired and Uhlig states that .

polyphosphoric acid has been found to
- offer' many advantages over pr evmusly
“utilized reagents * % % :

¥ o% . We are in full agreement'

with -the_Exammer s view that the fact
. that Lieberman[n]’s'eyclizing reagents

were not entirely satlsfactory would be'.

. an incentivé to one skilled in the art

to .use. ‘other _cychzmg reagents in-.
Lieberman[n]’s process as they become

~ available, and in view of the Uhlig
disclosure we are of the opinion that

.1t .would bechvious to a chenust to-use..-

’ '-""polyphosphonc acid in*that reactlon,
since Uhlig specifically ieaches that
polyphosphoric. acid is a cyclizing re-
“agent in organic chemical reactions.

It is seen that the board’s conclusion
is built on the unsatisfactory nature of
the Liebermann process and the enthusi-

‘ ast:c tenor of Uhlig’s report. -But the ..
mere existence ‘of an unsatlsfactow proc--

ess and the attendant incentive to seek

- improvement do not negative paténtabil- .

ity, We think that one cannot fairly
infer obviousness from the inadequacies
.- ofithe prior art. The'issue here i wheth-
er the elimination of these inadeqiiacies
by the means disclosed by appellant would

have been obvious to one of ordinary skill -

—whether .the Uhlig disclosure would

have made it obvious that the substitution.

of PPA for phosphorous pentoxide woild
. change.a generally unsatisfactory brocess
into.an-excellent ore.

‘We do have, on the one. hand Uhhg S
- comments:  “[Clyclization: -experiments”

- with polyphosphoric:aeid '* * * [re-
~sult] in surprisingly high ‘cyclic com-
pound yields. All reagents used hitherto

for * * * [cyclization veactions} such

"~ as 'AlCls, . Fe€ly, BF; - SnClL, H,S0,,
* HFs, P,0s, HCOOH-H;PO,, 2nd H,804~

2. The . solicitor points te the repouted. - -
- preparation of &, 4-diketo-1, 2, 3, d-tetra-.
hydre-1, 2-cyclepéntenophenanthrene and
%, 4-diketo-T-methoxy-1, 2, 3, 4-tetrahy-

"H,P0,, are surpassed by ‘PPA in many

respects,” On the other hand we have thé

" ecountervailing '_ ‘considerations . which

would influence one of ordinary skill in

the art in his evaluatloq of: this intellj-. .
gence. - The generalily of - Uhhgs dig-

elosure indicates the i inappropriateness 6f

literalism in its reading—ihe. quotations _
relied on are but parts of the first two.
sentences of an article which later dis-
cusses the merits of PPA in detail, riever’
referring to processes analogous to ap- -
pellant’s " invention.

Furthermore, - the
“surprisingly high” ‘yields “reported in
the body of the article seem to be in-

-creases on the order of 15—25%ucon--- :
" giderably less than appellant’s 1nc1ease' :
of more than 100%., A skilled worker in-

the art would also be aware of the chemi-
cal ‘similarity of PPA ‘and. phosphorous
pentoxide and might well mfel that the

spec1a1 problems in the Liebermann proe-

ess would recur when' PPA was used. .
He certainly would be cogmzant of the . .
éxtra difficulty associated with closure
“of the second ring in double-ring closure -
reactions and would not- assume that the =
Uhlig catalogue of :successful single-ring.-
“closures presaged success in double-ring -

closure. He would note that the only
reactions. involving five-ring eompounds

_ reported by Uklig were not dehydration

reactions, as are those of ;the invention.

.- Nor .from _them. would; he denve BI.eX-

pectation ‘of such mcreaqod ylelds since

the yields reported in the preparation -
of five-ring compounds avirage less than
those of the old Liebermar: process.? |

In the face of these considerations we
concluda that only illusory. support for
the board’s position can be derived from. .
‘the Uhlig ‘article. B .

The board felt “strengthened” in its
“view by the-disclosure’ of Brockmanr et’
‘al; that acridones had been suceessfully’

synthesized with PPA. That synthiesis
too: involves single-ring closure: Appel-

lant protests again that the problem is -
in the second ung closme and pomts out

dro-1, 2- cye]opentenophenqnthrene Yiekls

are .reported as about 60% and 209

respectively,
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APPLICATION OF McCONNAUGHAY . = = " 889
) : : ‘Cite as 3L F 2d 889 (1861) : : .

’ that Several 1eagents effectwe for single-".
ring ‘closure-are ineffective for c’oub]e— .

ring closure:  ‘This rebuttal seems con-
The solicitor does not
rely heavily on Brockmanm et al.

We theref01e reverse the re_]ectmn of

_ elaims 1-10. The solicitor concedes that
 such a reversal is dispositive of the ap- -

peal as to all claims. Accordingly the
reJectlon of cla1ms 1-19 1s reversed:

Reversed

SMITH,_'fJudge {concurring). _

The examiner, in applying section 103,
cast his inquiry. in terms of “obvious
“The hoard wkile not using this
terminology has employed the rationale of
the 'exam'ir_aer’s statement in-analyzing
the issu¢ presented under section 103.
The solicitor abjures it here.

“There is,. of. COULSE,. nothing ~in the-
' statute which permifs application of such-

a test. In re Tomlinson, 363 F.2d 928,

53 CCPA 1421 (1966); In re Henderson,-
. 848 F.2d 550, 52 CCPA 1656 (1965);
In ve Huellmante), 324 F.2d 998, 51 CCPA -
845 (1963); see In re Fay, 347 F.2d -
.-B97, 52 CCPA 1483 .(1965). It not only’
involves-an ahalysis for which. there is -
no. authorization but it precludes a con- -

sideration of the invention as 4 whole
for which there is an explicit statutory
dlrectlve

Conmdermg the subject matter as a
whole in view of the prior: art of record,

Tagree with the majority that the elaimed

invention is unobvious.

o

WORLEY, Chief Judge (dissenting).
Viewing the references- relied. upon,

particularly the Uhlig disclosure .that ..

yields=of 90-999% may be obtained and

““no ‘undesired secondary reactions need
be feared” when polyphosphoric scid is.
" employed- in- place of, e. .g.' phosphorous

penitoxide; as a ring closing agent-in an-

alogous . reactions, I am' satisfied the-

board. has considered the subject matter

* as a whole and committed rio reversible
" error .in rejecting the cla1ms

T would
affn'm

371 F.20—56%

\

-RICH MARTIN, SMITH,

"5 CCPA -

: Apphcatmn of Kenneth E. McCON
. NAUGHAY. -
Patent Appeal No, 7619, -

United States Court of Customs .
and Patent Appeals. -

' Feb. 9.1967. -

Proceeding .on. application for- pat-
ent. From decision of Board of Patent
Appeals -affirming examiner’s rejection,.
Serial’ No, 86,736, applicant appealed. -

-The United States Court of Customs and -

Patent Appeals, Worley, C. J., held that

‘claims 1, 8 and 4 of apphcatlon for pat-

" ent for asphaltlc emulsion and method of
making it were properly rejected for. ob— '
viousness in view of prior art

Afflrmed

Patents €218 -
" Claims 1, 8 and 4 of apphcatmn for

. patent for. asphaltuc‘ emulsion. and .meth-’

od of making it were properly. rejected

- for--ebviousness- in view of prior art.

35 U.S.C.A. §103,
"~ J. -Austin Stone, Washing'ton, D. C.
(Jack ‘W. Hanley, Indlanapohs, Ind., of

“counsel), for appellant.

Joseph Schimmel, Washmgton D G_
{Raymond E. Martin, Washington, D, C,,

~.oi coungel), for: the Comm1551one1 ofi

Patents,

. Before WORLEY Chief Judge, and'
and AL-
MOND Judges '

WORLEY, Chlef Judge _
This appeal-is from the decision. of the

Board of. Appeals affirming the rejec-'

tion of claims 1, 8 and 4 in appellant’s

‘applcation 1 for - “Asphaltic Emulsmn'-

and Method of Making it.” .
The subJect matter is reﬂected in
c]alm 1: : S
1. An asphaliie paving emulsmn,
cons1stmg essentially of a mlxture of

. Serial No 36 736 filed June 17 1960.
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48CCPA B '
Apphcatmn of Douﬂlas ¥, MORETON:

; Patent Appeal No. 6567

- Unlted States Couit of Customs
and Patent Appeals.

April 14, 1961,

f'

Proceedmg on an.appeal fmm a

- decision of the Patent Office Board of - .

Appeals, rejecting ¢laims in application;
Serial No. 341,348, The United States
Court - of Customs and Patent Appeals,
“Rich, J., held that claims 5 and 12 of

_application for patent on & fluid lubri--.

cant and/or hydraulie fluid were prop-

Cerly re_}eeted for lack. of invention over -

prior art.’
Affirmed.
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ST A B T

ClarénceW Moore, Washmgton D. C,

- (F:" Schimmel and Jack 'E. AFmore,
of counsal) for the E

Washington; D C,
Cémmissioner of Patents..

Before WORLEY, Chief Judge, and
RICH, MARTIN, and SMITH, Judges,

and Judge WILLIAM H. KIRKPAT- ’
_ RICK¥

RICH Judge

"This appeal is from the decision of the .
" Patent Office Board of Appea]s aﬂilmm g

the rejection of all claims in.the ap-
plication of Douglas H. Moreton, Seb,

- No. 341,348, filed March 9, 1953, en-

titled “Tetra (Octyl) Olthoslhcate Hy-
-draulic Fluid.”:.
us are 5 and 12. The sole issue is pat-

entablhty in-view of the followmg ref- -

erences.
. Watson.. 2,549,270 * Apr. 17, 1951
Morgan 2,643,263+ June 23, 1953

1. Patents &o18

~ When patent appllcahon is based_

on’' combination of components, guestion
is whether combmatlon was obvious . to

'_da Fano 2,726,213 Dee.

filed Sept. 22, 1950
6, 1855
ﬁled Feb 18, 1950

person’ having ordinary skill in- alt and

"assumed to ‘be familiar with teachmga_
'35 USCA § =

of references rehed on.
103

2. Paienfs @-‘7’16 31 :
Claims 5 and 12 of apphcatmn for
patent. on 2 fluid lubricant- ‘and/or ‘hy-

draulic ‘fluid were propeﬂy reJected for -

lack of invention.
- % Paieuts @18

. When Yrowledge of. art. suggests .
certam compounds as usefil for improve- .
ment, possibility of failure does not ren- .

der their successful use unobvious with-

in statute denying patent for combina- - -

tion which was obvious to person havmg
ordmaiy akill i art. - 35 u. S C A § 103.

A .

Flanms ‘C. Browne, _W1111am E: Schuy- .

fer,” Jr., ‘Andrew R. Beveridge, Joseph
"A. DeGrandi,
- Qerald H. Peterson, Santa Monica, Cal,
of -counsel for appellant. - .

'*Umted States Senior District Judge for
the Eastern District of Pennsylvania,
designated to participate in pluce of Judge

‘Washington,. D. €., and"..

The mventmn isa - fluid’ lubricant
and/m hydraunlic fluid su1table for use,
for.example, in’ aircraft hydraulic sys:

- tems over the wide temperature range of
~80°F, to.400°F,, or even h1gher Thea - -

specification states that ﬁmd for- such

-use o

*In addition to having’ the usual
combination of pmperhes making it
a good lubricant or hydraulic. fluid
should also have a ‘velatively low
V150051ty at. extleme}y low lempera-
tures and an adequately high vis-
cosity at relatively high lempera-
~ tures and, in- addition, must have
.adequate stability at. the high op-
erating temperdtures of - use’ -
Still further; it is important. that -
such a -composition have low vola- -

" tility and especially have a balanced

volatility, that is, an: jmportant
component should not volatilize away
: .from the composztmn

' O’Conneu,'pursuant to provisions of Sec- -
tion 204(d), Title 25U.8.C,

“The only claims before

L
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sole issue is pat--

Lt fluid for such

_ Appellant claims to haVe produced sueh
a fiuid by combining with a tetra (octyl):
orthosilicate, which is a lubricant fluid, .

“a suitable polyalkyl methacrylate in
which the alkyl groups have a number
of carbon atoms within the range of
8 to 14* as a viscosity index improving
agent. The only polyalkyl methacrylate
exemplified and claimed,  however, is,

specifically, poly decyl methacrylate (10-

. ponents “would have been obvious at the -

carbon .atoms) having a molecular weight -

within the range, of 2,000 to 14,000, In

the examples and in claim 5 it is stated

to have an average molecular we1ght
of 8,500. ’

Appellant’s. brief,. paraphrasizig the

_ APPLICATION OF MORETON -~ -~ 941 :
A - ' - Cite as 285 I7.2d $40 (1961) '

(octyl) - orthosilicates and poly decy

‘methacrylate in the 2,000- 14,000 molec:

ular welght range while claim 5 i3 spe-

cific to tetra (2-ethylhexyl) orthoslhcate
and the same methacrylate. . with ‘the

added limitation that its average molec-
ular weight is 8,5600. The question is
whether this ¢laimed dombination of eom-

time the invention was made to a person
having ordinary . skill in the art” and
assumed o be_fﬂmlhar with' the teach-

ings of the references relied on, 35 U.S.-

©C. § 103.  We might add, in view .of

gpecification, states, as ‘being a part of

his diseovery, that “tetra (octyl) or-
thosilicates such as * * * fteira 2-
ethylhexyl, have a combmatmn of most

of the p1ope1t1es ‘suitable for use as a

hydraulic fluid * # % except that
these orthosilicates are unsatisfactory
since the slope of the viscosity-tempera~
ture curve over the wide temperature
range of —80°F. to 400°F. <8 too greatl
and the wviscosity above 210°F. is un-
satisfactorily low.” [Our emphasis.]
The remainder of the inventive act is
said to .reside in the further discovery

ings when used in admixture with the

. orthosilicate in an amount of from 0.2
to-10 per cent of the corthosilicate, the-

resultmg fAuid bemg “Gleal”

[1] The appealed claimg are divected
to fluids composed of the two compon-

ents, claim 12 being generic to fetra

I. 'An explanation in the da Fano refer-.
ence. will make this jargon intelligible:
" “Most liquids have the property of be-

“+eoming viscous or thick when their tem-
perature is lowered, and of becoming thin’

~ or less viscous as their temperature is .

© raised. - If the temperature-viscosity re-
lationship is plotted on an A.STM,
viseosity-temperature chart (D 341-43), .
with the temperature ih degrees F. on
the &bscissa and the viscosity (expressed

- in centistokes) on the ordinate, a sub-

stantially straight line wusually results.

. that addition of the aforesaid poly decyl -
“methacrylate remedies these shortcom-

The slope.of this curve is an indieation -

of  the temperature-viscosity  relation- ~

appellant’s arguments, that in answering
this guestion we should and do take
into account, insofar as the record and
our ability enable us to do so, the knowl-
edge one of ordinary skill in.the art
would have had of the problems. and
uncertainties in the art so as to avoid
the pitfall of hindsight wisdom in pass-
ing on the issue of obviousness.

As a starting point, the Morgan patent

disclosed—and appellant admits it—the
utlllty of tetra (octyl) orthosilicates, in-

cluding the specific tetra (2-ethylhexy}) .
orthosilicate of claim 5, as hydrvaulic

fluid for aircraft and .other uses.
Appellant, therefore, cannot claim this
as a part of his discovery, though his
specification appears to do sd. If he did

discover such utility, so much of the

discovery admittedly lacked novelty.

- It is argued- that Mcngau does net
recogm?e that the slope of the viscosity-
temperature curve over the range -80°F,

to 400-500°F. and the fuzscoszt? aboze

210°F. are unsat@sfactory,‘m suggest

ship, It is apparent that if the viscosity -
“were- not- changed at a1l with a change in
tempeérature, the plotted curve would be
horizontal . or flat,  The- less the slope’
of the plotted curve deviates from a flat-
" position, “the botter is the temperature-
vigcosity relationship.”
"Phis “also serves to indicate that the
problem on which appeliant was working
was one with which the art was guite
familinr. The use. of the word “better”
shows that others were in quest of means
to reduce the slope of temperature-
viscosity carves, as da Fano was.

AT

i
!
W
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*.any- agent. to improve the matter T}_ie

- Morgan patent states:. .
o eThe. hqulds of the pzesent in-

“vention a_r_e_lpartlculfu]y suited for.
these uses [hydranlic fluids in-dir-

- . craft, torque transfer devices, fluid

-_transmissions, shock absorbers and -
a5 lubricants] = because ‘of their _
fluidity over wide femperature

" ranges; their resistance to hydroly-

sis - and omdatlon, “and: their lu-.
- bricity.” ' :

As to the spemﬁc eompound tefra (2—
ethylhexyl)  orthosilicate, the following
dlsclosme 1s made by Morgan

“Tetra Z-ethylhexyl olthosﬂlcate .
" has a bmhng point. in the range
of  191-192°C.- at .9 mm. mereury:
_pressure . which = is - approximately
690°F. at 760 mm. of mercury pres-

© . sure:s Itsoviscosity -at 210°F.. ap-

proaches 2.36 centistokes, af 100°T".
approaches 6.83 centistokes, and at
- —40°F. approaches- 260 centistokes.
“Its pour point is below -100°F. and -
"mo crystallization was hoted-at.the.

* lowest temperatures available usulg 2

Dry Ice”

 Whether or not Mo1gan states the shmt—

\‘ .
comings of the viscosity characteristics

" of this specific material claimed by ap-
+ pellant as one of his components, he

made no secret of what these character-
isties are and set them forth for all the

~.world' to-see  and to' decide whether or -
“not- they are satlsfactmy for” any-given
. purpese. . . ‘

~ We feel constrained to hold-that the

prior art possessed quite full knowledge -

of the use of appellant’s orthosilicate
component as hydraulic fluid and of its

- 'viscosity-ternperature ‘behavior. This
. . bringd the question of patentahility of
-the claimed invention down {fo- the ob- -

viousness of adding to-the orthosilicate

-component . -the claimed methacrylate'.
' component asa v1scoszty index improving’

agent, 1. e, to decréase the slope of the

-virscosi.ty—temperature curve over the
“stated temperature range and to increase.
“the viscosity above 210°F., these being-

the alleged. shortcomings te be remedied

-'QSB FEDERAL REPORTER, 2d SERIES , = = -

in. 01d91 to achieve a more pell‘e‘,t hy__ L
_draulié ‘fluid.

VlSCOSlty_ improving agents ‘ likewise

were ‘not unknown:to the art when fhig

© .nvention was made. - da Fano was iy
search of a hydraulic fluid with a flatie,

temperature- -viscosity curve and discloges

that he achieved an increase in flatress
by usmg_ a mixture of (I) a2 viscous
polymeric material with (2} a non-vig.

cous monomeric material, - His' monge-

meric material ig an orthosilicate o hy.

~droxysilicate, 1. e., a monomeric silicie
-acid ester. One polymeric material he

.discloses is “polymerized methyl acrylic
acid - ester; available  ‘as ‘fAcryloid.

HI'855," ¥ a 55% solution of “polymerized

E Thethyl ester of acrylic acid Calso some- .
times” termed ‘polymethyl acrylate’ or .

po]ymerlzed ‘methyl acrylic acid ester)
in 200°F, minimum flash 0il.” - da Fano

..acknowledges: the use. of sﬂicoortho 05
ters as hydraulic fluids as in the prior

art, but regards them as unsatlsfactou

. because. their - temperature: Vlsoomty-'

curves -are “not lIow enough” | His ad-
vance was the -combining W1th them of
polymethyl . acrylate, in 01de1_ among
other things, to flatten out thé curves.
His figures show that he met with some

sitecess. - Admittedly he does not disclose .
appellant’s - specific orthosilicates - but -
“rather eresyl tri- 1sop10py1 orthos1hcate

with a statement that

“The silicates may be aryl, alkyl
orar 'llkyl or Lhosﬂlcqteq in‘whigh the -
jradmals may ‘be: -phényl: naphthy] '

. anthracyl, diamylphenyl, xylenyl,

eresyl, or methyl, ethyl, - propyl,
dsopropyl, tertiary butyl and mixed
- aryl and/or alkyl radlcals ”

The Watson patent is also concerned

Wlth hydraulic fluids with an improved .

viscosity indéx or flat’ temperature-vis-

cosity ‘curves and, like da Fano, with
" hydraulic fluids in admixture Wlth vis
cosity improving agents. The first thing _'

Watson says is that various phosphate

liquids have been suggested as hydraulic
fluids, - including tricresyl phosphates,
which however, “show a low response to-
_viseosity index improvers such as the
" polymerized methacrylic - acid - esters.”

o omi

- Al
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AL e L e e e

5 . APPLIGATION OF MORETON e e
: Cite 15 758 .24 530 {1961} T o

Next he proposes the use of a particular
mixture of “iricresyl phosphates with
alkyl phosphates whersin the alkyl groups
each have four to eight carbon atoms,
the “above mixture being improved by
the addition of viscosity index (mprovers, -
especially polymerized esters of meth-
perylic acid, as more particularly de-
scribed hereinafter.” [Emphasis ours.]
‘After describing in getail his tricresyl
and trialky] phosphates, the specification
then includes the following:

«Viscosity Index Improving Agents
“Phe agents to be used in the
present compositions inclide poly- -
merized esters of the acrylic acid -
series, such as acrylic acid esters.
and, more preferably, methacrylic -
acid esters. The latter are readily
gvailable as commeteial products and
are. sold under /the tradename
“peryloid.” - The esters to be used: -

should have molecular weights from
about 5000 to about 25,000 pref-
erably 5,000 to 15,000 It will be .
understood that this is an average -
figure for the mixture of polymers,
which is always present. [Emphasis
ours.] ‘ o
“The acids should be esterified
with aliphatic alcohels having two
to fifteen carbon. atoms, and the
polymers may be homopolymers of &'
single ester or may be copolymers of
a mixture of such esters. The ferm
‘polymerized esters’ will be under-
stood to include both of these types®”
. There are: two specific examples - of

hydraulic fluids in gach of which “ACTY-
lgid HF855,” the sdme material - men-.

" iioned by da Fano, Is included, 4% by -

“yreight in one-example and 5% by weight
in the other. (From the total disclosure.

we judge we should consider about half -

of that amount to be keroseng carrier
for the polymer) L
‘It Is not clear what “Acryloid HF855".
is: Watsor’s disclosure would ‘indicate
it is a methacrylic acid ester polymer
while da Iano specifies that it is a
polymethyl acrylate. Whatever it is,
‘Watson and da Fano both suggest its use

and Watson 'sp_eciﬁ'ca}ly sugoests in ad-
dition that methacrylic acid esters of

~.appellant’s type are viscosity, index im-

proving agents. - -~ _ o

It iz our view that the: board was
entirely - justified in eoncluding that
“While Watson does not specifically dis-
close poly decyl methacyylate he does
clearly indicate that the esterifying al-
cohol may have two to fifteen carbon

Catoms so ‘that the deeyl methacrylate
~would be within the scope of Watson's -

disclosure.” Indeed, we would gofurther
and say that the Watson patent would

clearly suggest that the -specific poly

decyl methacrylate of ¢laim 5 would have
utility as a.viscosity improving agent,
taking. into account the fact that that

claim names -an- average -molecular .
© sweight of 8,500, right in the middle .
. of Watson's disclosed range. _

[2] *With this much knowledge in
the art we ave unable to see anything.
unobvious in using this material to im-
prove the viscosity index or temperature-

viscosity curve of the old orthesilicate '
© hydraulic fluids. as disclosed by Morgan,

by anyone aware of the fact that they

needed improving ‘or desirous of im-

proving them.

Appellant bases considerable argument -

on a reference mo longer relied on by
the Patent Office, an article by Glavis,
42 Ind. & Eng. Chem. 2441, Dee. 1950,

It is said to show that the addition of
vigcosity imprc_:ving'agents to lubricants

- does hot, give predictable results and that

with Watson’s tri-aryl phosphates spe-
cifically there is a marked difference be-
tween the results obtained with the poly-
acrylic esters of da Famo and the meth-

- eg being operability. versus inoperability.

[3] What this amonnts to is an ar-
gument that if ohe slavishly following the

prior -art, albeit Wwith & Jittle “educated -
jmagination, will sometimes steeeed and -

sometimes fail, then he is always en-
titled to a patent in case of SUCCESS.
This is not the infention behind 35 U.8.C.

§ 108. Obviousness does’. ndt reguire -
absolute predietability. Where, as here,

acrylic esters of Watson, the differene- -
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the knowledge of-the art clearly sug- -

gests . a certain class of compounds, ma-
ter 1aIs actually known by the term * ‘vis-

'cos1ty improving agents,” as useful to
-improve the viscosity index of a certain.
group of hydraulic fluid lubricants, the

mere possibility of fallule does not Ten-
der their successful use “unobvious.”

Appellant has__not shown _the--produc—"__
tion  of anything unexpected here.-

Though he lauds his own mventlon as a

““gurprising dlscovery,” all: that ‘his ex-.
amples purport te show is a satisfactory

hydraulic fluid with improved viscosity

curve characteristies. No  curves. are

shown and no data are given. - Nothing
surprising: is demonstrated:’- To  this

‘much of an invention the prlol art cleal—
ly pomted :

The. deoasmn of the board 1s afﬁrmed
Afﬁlmed S

W RIS
G § KEY NUMSER SystCuy -
T

43 CCPA .
KING—KUP CANDIES, INC,, Apphcant-'
Appellant,

. V. .
KING CANDY COMPANY Opposel
Appellec.

Patent Appeal No. 6633,

United States Court of Cuystoms
and Patent Appeals.

April 14, 1961,

Appeal by applicant from a- decision- _

of Patent Office, Opposition No. 87,239,
sustalnmg opposition. 1o 1eglstrat1on of

trademark “King-Kup”.

" States ‘Court of Customs and Patent

Appeals, Kirkpatrick, Judge, " lield that
registration was properly denied to ap-

1. United States Senfor District Judge for

',"tho_ ‘Eastern. District of ° Pennsylvania,
designated to purtioipato in ploce, of

The Unpited
-reglstrant of “King’s™ and “King's for

- American- Queens 7 and 1ts priority: is

phcant candymakex Tecause of confuamp".

similarity’ with registered - frademurj

- “King’s” -of opposing -candy manufae. -
turer. ’ o C
Affirmed.

Smith and Maltm, Judges dlssent- '
ed.

1. ‘Trade- Marks and Trade Names and Un.

fair Competition €=43.8 -
Apphcatlon for registration b:,

_eandymaker of trademark “King-Kup"

was properly rejected as . confusingly
similar to opposing candymakel ) reglh_-_'
tered trademark “ng :

A Frade-Marks and Tlade Names and Un.

fair Competition &8

Fact that king-cup was recogmzed,' '

Word for- common wild flower did not
render its use in eandy" business,” in
which. “cup” is a descriptive tel m, fancl-

ful or albltlaly : '

— i

William . Steell Jackson & Sois, Phila.-

~ delphia,Pa. (Edward . Lovett Jackson

and Joseph Gray Jackson, Philadelphia,
Pa:; and John B. Armentrout, Washing-
ton, D, C.; of counsel), for appellant.
Mason, Fenwick & Lawrence, Wash-:
ington, D. C. (Edward G. Fenwick, Jr,

_ and G. Cabell Busick, Washington, D. C,

of counsel), for appellee.

" Before WORLEY, Chief Judge, RICH
MARTIN and SMITH, Judges, and
Judge WILLIAM H. KIRKPATRICK!

. KIRKPATRICK, Judge."

This "is an appeal by the  applicant,
King-Kup Candies, Inc,, .from the deci-’
sion of the Trademark Trial and Appeal
Board -sustaining an opposition io the,

.regisflation' of thé trademark, “King-* -
“Kup.” :

The opposéris King Candy Company,

not d15puted

Judge O’'Connell, pursunnt to provisions
of Section 204(d), Title 28 U.S.C. - .
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 48CCPA '
Apphcat‘lon of Douglas . MORETON,
Patent Appeal N o 6667.

United States Court of Customs
and Patent Appeals.

April 14, 1961,

Proceeding on an appeal from a
decision of the Patent Oiffice Board of
. Appeals, rejecting claims in application,
-Berial No. 341,348. The United States
Court of Customs and. Patent Appeals,
“Rich, J., held that claims 5 and 12 of
application for patent on a fluid libri-
cant and/or hydraulic fluid were prop-
erly rejected for lack of invention over
prior art.

Affirmed.

" L Patents €18 : '
When patent application is' based
on combination of components, question

'is whether combination was obvious to .

person having ordinary skill in art and
assumed to be familiar with teachings
of references relied on. 35 U.S.(}.A.'_§
103.

2. Patents €186, 31

Claims 5 and 12 of apphcatwn for
- patent on a finid lubricant and/or hy-
" draulic fluid were plopexly rejected for
lack of invention.

3. Patents €18 :
When knowledge of ait suggests
certain compounds as useful for improve-

ment, possibility of failure does not ren-

_der their successful use uncbvious with-
" in statute denying patent for combina-
tion which was obvicus to person having
ordinary skill in art. 35 U.S.C.A, § 103.
Francis C. Browne, William E. Schuy-
ler, Jr., Andrew B. Beveridge, Joseph
- A. ‘DeGrandi, Washington; D. C., and
Gerald H. Peterson, Santa Momca Cal,,
of counsel, for appellant. -

*_Uni'ted States Senior District .Tuﬂgé for
© the Bastern District of Penusylvania,
designated to participate in plece of Judgs

‘_;:g::m
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 Clarehce W. Moore, W'ashinétqn, D. C.
" (J. Schimme! ‘and Jack E..Armore,

Washington, D. C., of counsel) for the
Commissioner of Patents

Before WORLEY Ch1ef Judge, and

" RICH, MARTIN, and SMITH, Judges,

and Judge WILLIAM H. KIRKPAT- .
: RICK *

.RICH, J udge

This appesdl is f1 om the decision of the
Patent. Office Board of Appeals afﬁrmmg
the rejection of all claims in the ap-
plication of Douglas H. Moreton, Ser.

No. 841,348, filed March 9; 1953, en-

titled “Tetra, (Octyl) Orthosilicate Hy-
draulic Fluid.” The only claims before
us are 5 and 12. The sole issue is pat-

entability in view of the following ref:

erences: _ .
Watson 2,549,270  Apr. 17, 1951
Morgan 2,643,268 June 28, 1953

filed Sept. 22, 1950
da Fano 2,726,213 Dec. 6, 1955
: ' - filed Feb. 18, 1950

- The invention is a fluid Iubzicant
and/or hydraulic fluid suitable for use,
for example, in aireraft hydraulie sys-
tems over the wide temperature range of
-80°F. to 400°F., or even higher. The
specification states that fluid for such
use

‘in addition fo having the usual
‘combinaticn of. properties making it
a good lubricant or hydraulic fluid
should also have a relatively Tow
viscosity at extremely low {empera-
tures and an adequately high vis-

~ecosity at relatively high tempera-
tures and, in addition, must have .
adequate stability at the high op-
erating -~ temperatures =~ of  use.
Still' further, it is important that
such a composition have low vola-
tility and especially have a “balanced
volatility, that is, an important _
component should not volatilize awa.V :
flom the composrtmn

. O'Connell, pursuant to provisions of Sec-
- tmn 294 (d}, Tltle 28 U.8.C. :

H

~ to fluids composed of the

“Appellant claims 1

“a fluid by combining|
orthos:hcate whieh |
“a .suitable Dolyalky

. whlch the alkyl groq
of carbon atoms wi
8 to 14”7 as a wscosxi
agent. The" ‘only pob
-exemplified and. clai
specifically, poly deey
carbon atoms) having
within the range of 2|
the examples :and in.c

- to have an avezage
- of 8,500.

Appeliant’s brief, ¥
shecification, states, ag
his discovery, that “t‘
thosilicates such as - ¥
ethylhexy] ‘have a “com
of the properties suital
hydranlic fluid * = i
these orthosilicates ar
since the slope of the v
ture cyrve over the Wl
range of —80°F. to 400°
and the viscosity abo%l
satisfactorily low.” [(D
The remainder of ‘the 1'1
said to reside in the fu‘l

that addition of the afore

methacrylate remedies th
ings when used in admix

mthosrhcate in an amou:'a

to 10 per cent ‘of the ort
resultmg fluid being “1dea

[1] The appealed claim

ents, c]aim 12 being gen

I. An explanation in the da :
ence will make this jargon §
“Most liguids have the pro
coming viscous or thick wheh
perature is lowered, and of be
 or less viscous as’ their te
raised. If ‘the temperature-'!n
I‘lfiolzs]np is ‘plotted on an
viscosity-temporarare chart: (]
with the temperature in deé’ll
the absefssa and the viscosity!
in centistokes) on the ording
stantially. straight line usuall
.The slope of this curve is an

of the temperature uscoslty

| B
»
l
l
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fluid for such -

_APPLICATION OF MORFTON

. : _ Cite s 258 F.20 940 (1961) . . .
'Appellian‘_u claims to have produced such - (octyl) * orthosilicates and poly decyl

a fluid by combining with a tetra (octyl)
orthosilicate, which is a lubricant fluid,

“g suitable polyalkyl methacrylate. in .

which the alkyl groups havé a number

"of earbon atoms within the range of

8 to 147 as a viscosity index improving

‘agent.  The only polyalkyl methacrylate
exemplified and eclaimed, however, is,

specifically, poly decyl methacrylate (10
carbon atoms) having a molecular weight
within the range of 2,000 to 14,000. In
the examples and in claim 5 it is stated

to have an' average molecular weight
~ of §,500. :

Appellant’s: brief, paraphrasing the
specification, states, as being: a part of
his discovery, that “tetra. (octyl) or-
thosilicates. such as * * * f{etra 2-
ethylhexyl, have a combination of most

of the properties suitable for use as a -

hydraulic fluid * * * gyxcept that

these orthosilica_tes are unsatisfactory .
since the slope of the wiscosity-tempera-
ture curve over the wide temperature

range of —-80°F. to 400°F, is too greatl
and the wiscosity gbove 210°F. is. un-
satisfectorily low.” [Our emphasis.]

" The remaiunder of the inventive act is
said to reside in the further discovery

that addition of the aforesaid poly decyl
methacrylate remedies theseé shortcom-
ings when used in admixture with the
orthosilicate in.an ameount of from 0.2

to 10 per cent of the orthosilicate, the

resulting fizid being “ideal.”

[1] The appedled claims are directed -

to fluids composed of -the two compon-
ents, claim - 12 being generie to tetra

I. "An explanation in the da Fano refer-
ence Wwill make this jargon intelligible:
“Most liquids have the property of be-
coming viscous or thick when their tem-
peraturs is lowered, and . of becoming thin
or less wiscous asg their tempetature i
raised. If the temperaiure-viscosity re-
lationship s plotted on en ASTNL
" -yiscosity-temperature chart (1D 341-43),
with- the temperature in degrees F. on
" the abscissa and the viscosity (expressed
in centistokes) on the ordinate, a sub-
stantially straight line wvsually results.
The slope of this curve is an indication
of the temperature-viscosity relation-

methaerylate in" the 2,000-14,000 molee-
ular weight range while claim 5 is spe-
cific to tetra (2-ethylhexyl) orthosilicate
and the same methacrylate with the
added limitation that its average molec-

~tllar weight is 8,500. The question is
“whether this claimed combination of com-

‘ponents “would have been obvious at the
time the invention was made t0-a person
having ordinary skill in the art” and
assumed to be familiar with the teach-
ings of the references relied on, 35 U.S.°
C. § 103, We might add, in view of
appellant’s arguments, that in answering
this question we should and do take -
into account, insofar as the record and
our ability enable us.fo do so, the knowl-
edge one of ordinary skill in the art
would have had of the.problems and
uncertainties in. the art so as to avoid -
the pitfall of hindsight wisdom in pass-
ing on the issue of obvipusness.

Ag a starting point; the Morgan patent

disclosed—and appellant admits it—the -

utility. of tetra (octyl) orthosilicates, in-

cluding the specific tetra (2-ethylhexyl) :
orthosilicateé of claim 5, as hydraulic

finid: for aireraft and other  uses.

Appellant, therefore, cannof claim this

as a part of his discovery, though his

specification appears to do so.. If he did
discover such. utility, so much of the

discovery admittedly lacked novelty.

It is argued that Morgan does mnot

recognize that the slope of the viscosity-

temperature curve over the range —80°F.

to 400-500°F. ond the wviscosity ahove . -

210°F. are wunsatisfactory, or suggest

ship. 1t is apparent that if the vigcosity
were pot changed at all with a change in
temperature, the plotted curve would be
horizontal or flat. The less the stope
of the plotted curve deviates from a flat
position, the better is -the temperature-
viscosity relationship.” :
This also scrves to indieate that the
problem on which appellant was working
" wag one with which the art was guite
familinr, The use of the word “better”
shows that others were in quest of means -
to reduce the. slope of temperature-
“vigcosity curves, as da Fane was,
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any agent to improve the matter. The
Mol'gan patent states: :
“The liguids of the present in-
Ventlon are particularly suited for
~ these uses [hydfaulic fluids in air-
eraft, torque transfer devices, fluid
transmissions, shock ahsorbers and
23 lubricants] because of their
o fluidity over wide temperature
ranges; their resistance to hydroly-
sis and oxidation; .and their lu-
© bricity.”

As ‘to the ‘specific compound tetra (2~
ethyihexyl) orthosilicate, the followmg
disclosure is made by Morgan:
" @Dotra 2-ethylhexyl orthosilicate
‘has a boiling point ‘in the range
of 191-192°C, at .9 mm. mercury
pressure which is approximately
- §90°F. at 760 mm. of mercury pres- .
sure. Its viscosity at 210°F. ap-
~ proaches 2.36 centistokes, at 100°F
‘approachés 6.83 centistokes, and at
—40°F, approaches 260 centistokes.
" Its pour point is below ~100°F. and
no crystallization was noted at the
 lowest temperatures avaﬂable using
Dry Ice.”

| Whether or not Morgan states the short-

é‘omings of ‘the viscosity characteristics:

of this specific material claimed by ap-
pellant as one of his components, he
made no secret of what these character-
istics are and set them forth for all the
world to see and to decide whether or
not they are. satisfactory for any given
purpose. .

We feel constrained %o hold that the
prior art possessed quite full knowledge
of the use . of appellant’s orthosilicate
component as hydraulic fluid and of its
viscosity-temperature behavior. This
brings the. question of patentabihty of -

“the. claimed invention down to the ob-
viousness of adding to the orthosilicate
component the claimed- methacrylate
component as a viscosity index improving
agent, i. ¢., to decrease the slope of the
v1sc051ty-temperatu1e curve oveér the
_stated temperature range and to increase;

" . the viscosity above 210°F., these ‘being

the alleged shortcomings to be remedied

in older to achleve a more perfect hy-

draulic fluid, .

Viscosity improving agents Tikewise
were net unknown to the art when this

- .invention was made da ‘Fano was in

gearch of a hydraulie fluid'with-a flatter

. temperature-viscosity curve and _dlSCIOSES
" that he achieved an increase in flatness
by using a mixture of (1) a viscous

polymeric material with (2) a non-vis-
cous monomeric material. - His mono-
meric material i3 an orthosilicate or hy-
droxysilicate, 1. e, a monomeric silicie
acid ester. One polymeric material he
discloses is “polymerized methyl acrylie
acid -ester, available as ‘Acryloid
HF855,” " a 55% solution of “polymerized

methyl ester of acrylic acid (also some-
‘times termed ‘polymethyl acrylate’ or

‘polymerized methyl acrylic acid ester’)
in 200°F. minimum flash ¢il.” da Fano

acknowledges the use of silicoortho-es-

ters as hydraulic fluids as in the prior

art hut regards’ them as unsatisfactory -

because their temperature-viscosity

ceurves are “not low enough” His ad-

vance was the combining with them of

polymethyl acrylate, in order, among
“other things, o flatten out the curves.

His figures show that he met with some
success. . Admittedly he does not disclose
appellant’s * specific orthosilicates but

rather” cresyl tri-isopropyl orthosilicate

with a statement that

. "The silicates may be aryl, alkyl

or aralkyl orthosilicates in which the

radicals may be phenyl, naphthyl,
anthracyl, © diamylphenyl, - xylenyl,
" ciesyl, or methyl, ethyl, propyl,

.isopropyl, tertiary. butyl and -mixed

aryl and/or alkyl radicals.”

The Watson patent is also concerned
with hydraualic fluids with an improved
viscosity index or flat temperature-vis-
cosity curves and, like da Fano, with
hydraulic ‘fluids in admixture with vis-

' cosity improving agents. The first thing’

Watson says is that various. phosphate
liquids have heen suggested ag hydraulic
fluids, including tricresyl: phosphates,

which however, “show a low response to -
viscosity index improvers such .as- the'

polymerized methacrylic acid . gsteis

~ each hive
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“Next he proposes fhe use of a particular

- mixture of “tricresyl phosphates with

alkyl phosphates wherein the alkyl groups

- each have four to eight carbon atoms, .

the "above mixture being improved by
the addition of viscosity indey ivrzprove?‘s,
especially polymerized esters of meth-

- acrylic acid, as more particularly de-
- scribed hereinafter.”” [Fmphasis ours.]

After deseribing in detsil his tricresyl
and trialkyl phosphates, the specification

“then includeés the following:

“Viscosity Index Improving Agents
“The agents to be used in the
present compositions include poly-

merized esters of the acrylic acid. .-

© series, ‘such -as aerylic acid esters
and, smore preferably, methacrylic
acid esters.. The latter are: readily - -
available as commereial products and
are sold ‘under the trade-name
“Acryloid” The esters to be used
should have molecular weights from
about 5,000 to about 25,000 pref-
‘erably 5,000 to 15,000. Tt will be
- understood that this is an.average
figure for the mixture of polymers,
which is always present. [Emphasis
ours.] - .
“The acids should be esterified
.. with aliphatic aleohols having two
“to fifieen carbon atoms, and the
polymers may be homopolymers of a
single ester or may be copolymers of

.. a mixture of such esters, The term

. ‘polymerized esters’ will 'b_e urider-
‘stood to include both of these types.”

-There are two specific -examples of .

hydraulic fluids in each of which “Acry-

loid. HF255,” the same material’ men- .

tioned by da Fano, is included, 4% by
weight in one example and 5% by weight
in the other. (From the total disclosure

we judge we should consider about half -
of that'amount to be kerosene carrier

;t‘o'r the polymer.} _ - \
"It is not clear what “Acryloid HFg55”
is. Watson's disclosure would indicate

it is a methacrylic acid ester polymer-
- while da Fano specifiés that it is a

polymethyl acrylate. Whatever it is,
Watson and da Fano both suggest ifs use

and Watson specifically suggests in ad- -
dition that methacrylic acid esters of
appellant’s type are viscosity index im-
Proving agents. :

It is our view that the board was
entirely justified in concluding that

“While Watson does not Specifically dis-

close poly decyl methacrylate he does
clearly indicate that the ‘esterifying al-
cohol may have two. to fifteen carhon
atoms so that the -decyl "methacrylate
would be within the scope of Waison's -

. disclosure.” Indeed, we would go further

and say that the Waison patent would
clearly suggest that the specific poly
decyl methacrylate of claim 5 would have
utility as a viscosity ‘Improving agent,
taking into account the fact that that
claim names an_ average molecular . -
weight of 8,500, right in the middle
of Watson's disclosed range.

[2]" With this much knowledge in
the art we are unable to see anything
unobvious in using this material to im-

. prove the viscosity index or temperature-

viscosity curve of the old orthosilicate .

‘ .hydra_,ulic fluids as disclosed by Meorgan,

by anyone aware of the fact that they

" needed improving or desirous of im-~

proving them.

~ Appellant bases considerable argument
on a referénce no longer relied on by
the Patent Office, an article by Glavis,

42 Ind. & Eng. Chem. 2441, Dec. 1950."
It i3 said 1o show that the addition of

viscosity improving agents to lubricants.
does noi givé predictable résults and that
with Watson’s tri-aryl phosphates spe- -
cifically there i3 a marked difference he-

tween the vesults obtained with the poly-
- aerylic esters of da Fano and the meth-

acrylic' esters of Watson, the differenc-

‘es being operability versus inoperability.

[3] What this amounts to is an ar-
gument that if one slavishly following the
prior art, albeit with a little educated
imagination, will sometimes succeed and
sometimes fail, then he is always en-
titled to a patent in case of success.

This is not the intention behind 35 U.S.C.

§ 103, Obviousness does mot require

- absolute predictability. Where, as here, .




o

the knowledge of>the art clearly sug-
gests a certain class of compounds, ma-
terials actually known by the term “vis-
cosity Improving agents,” as useful to
improve the viscosity index of a certain
group of hydraulic fluid’ lubricants, the
" mere possibility of failure does not ren-
" der their successful use ‘“unobvious.””.

.. Appellant has not shown the produc- '
tion of  anything unexpected here.
Though he lauds his own invention as a
“surprising discovery,” all that his ex-
amples purport to show is a satisfactory
hydraunlic fluid with improved viscosity
curve characteristics. No curves are
-shown and no.data are given. Nothing
surprising 18 demionstrated. “To this
much of an invention the prior art clear-
ly pointed. o
The decision of the board is affirmed. -

Affirmed.
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KING-KEUP CANDIES, INC, Applicant-
.- Appellant, N
: ' v.
KING CANDY COMPANY, Opposer-
-Appellee.

Patent Appeal No. 6633,

United States Court of .Customs:'
and Patent Appeals.

‘" April 14, 1961, -

Appeal by applicant from a decision
of Patent Office; Opposition No. 37,239,
sustaining opposition. to registration of
trademark “King-Kup”. -The TUnited
States Court of Customs and ‘Patent
Aprpeals,. Kirkpatrick, Judge, held that
registration was. properly denied to ap-
1. United Stgtps' Senior Dis!:ri_ct..Tu'dge for
the ~Eastern District of Pennsylvania,

designated to - participate in place of

It

283 FEDERAL REPORTER, 24 SERIES

Ced.

plicant candymaker because of confusing

similarity with registered trademark

“King's” of opposing candy manufac-

furer.

Afﬁrméd. o . o _
Smith' and Martin, Judges, dissent-

- 1, TradeMarks and _'I‘rade-i\_'ames and Un:

falr Competition €=43.8
Application: for registration by
candymaker of trademark “King-Kup”
was - properly rejected as confusingly
similar to opposing candymaker's regis-
tered trademark “King’s'™:
2. Trade-Marks and Trade-Names and Un-
fair Competition <8

Faet that king-cup was 1;ecognized .
word for common wild flower did not -

render ité use in candy business, in

which “cup” is a descriptive term, fanei- -

ful or arbitrary.

—_—

William Steell Jackson & Sons, Phila-

delphia, Pa. (Edward Lovett Jackson
and Joseph Gray Jackson, Philadelphia,
Pa., and John B. Armentrout, Washing-
ton, D. C., of counsel), for appellant.

Mason, Fenwick & Lawrence, Wash-
ington, D. C. (Edward G. Fenwick; Jr.,
and G. Cabell Busick, Washington, D.C,
of counsel), for appellee.

Before WORLEY, Chief Judge, RICH,
 MARTIN and SMITH, .Judges, and
Judge WILLIAM H. KIRKPATRICK!

KIRKPATRICE, Judge. ,

This is an appeal by the applicant, '

King-Kup Candies, Inc., from the deci-

 sion of the Trademark Trial and Appeal
Board sustaining an opposition to the
registration of the trademark, HKing-
Kup.” o N

The oppeser is King Candy Company
registrant of “King's” and “King's for
American Queens,” and its priotity s
not disputed. C
‘ J_it.dye O'Cm}nell, puréum;t to provisions
of Seetion 294(d), Title 28 UsC.
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18 F.R.D. 310.%

' Tne & Rubber Co.,, D a., 18 FRD 51‘°

and'Klop v. United Fruit Company, D. C.,

{11 There is discussed in ‘these case es

" . Ahe liberal and the restricted definition -

‘of the term “managing agent”, - No use-

- ful purpose would be served by continu- .
_ "The reasons
- for adoptin_g the liberal view are set
forth in the authorities cited, and they "

ing this discussion. here.

are, in' my opinion; applicable here. fTn~

} the final apalysis, the cifed cases have

"reached the conclusionthat a managing-
’ ‘Vagent of a cmpomtron partnership or
: _assomatmn is any person who: :

1. Acts with superior authomty and
is invested with general powers to exer-’

_cise his judgment and discretion in deal-

ing with his principal’s affairs (as dis-
tinguished from a common ‘employee,
who ‘does only what he is told to. do;
has no discretion about what he ean or
eannet do; and is responsible to an im-

" mediate superior who haa control over;
‘his actg);

2. Can be dependu-.d upon to carry out

~ his pr1nc1pals directions to give testi-
~mony at the demand of a party engaged
" in litigation with his principal; and

3. Can be expected to identify him-

self with the interests of his principal’

rather than those of the other'party.

[2] It seems to me that the latter

test- is the paramount and perhaps ‘the

. really determinative one, for it would
~be emmen*ly unfair to the prineipal to__
have to be bound by the testimony of a

person who was not- (at least supposed
to be) completely loyal to the pr 1nc1pai
but; on ‘the other hand, it would be equz_zl-'

5, Persons whoe negetiated conteacts: and ~

supplementary. agreements;  were Te-
sponsibla . for the production and deliv-
ery of goods ordered by the plaintiff and
the return. of -defective mercuaudlse,. .
participated” in conferences econcerning

“ claims disputes; made decisions - with
respect -to the performance of the con-
tracts; and had supervisery control over
thie: particulat trzansactions in dispute in
the case were held to-be managing -
agents. : '

20 I‘EDI‘.RAL RULES DECISIONS

‘o
‘e -

ly unf_zur for a-htigzﬁnt to be unable to
- secure the testimony of & ranking em:

_ployee of his adversary, in the form ¢; l
' !

a managing agent, in possession of peuti,

nent information 7 (short of calling hipy
- as his own witness and thereby vouckize

for his veracity), when it is clear thu:
such person is’a supporter of his prin.

‘¢ipal’'s cause and will give his testimony .

in the light most favorable to the pii;.
cipal,
was designed to reach just such a situy.
tion, and until I am shown that I am
wrong, or a better rule is devised, I pro.

_pose-to- follow-the- one “hlch I ha‘»e laid
:--_down above. S

[31] When the above test is applmd
it is apparent to me that Tuttle should,

. for the purposes. of this case, be treated
Tas a managmg_aggnt" of -the corporute
.plaintiff insofar as Rule 43(b) of: the

Federal Rules of Civil Procedure is con-

BErne_d. _From the record, it is inescup-.
able that Tuttle was, in the mind of the

defendants, the sole Tepresentative of the
plaintiff, and was, so far as defendants
were concerned, the one responsible for
the issuance and execution of their in-

- siranee_with the .plaintiff. . And, “ln..

_under the terms of his agency contract
with plaintiff, Tuttle's authority misht
appear, at first blush, to be somethin:

" less than that of a “managing agent”,
Tuttle did in Tact hold himself out tn -
have broad powers respecting the fssu-
ance of insutrance, the eollection of premi- -
ums, and the payment of “claims, and

having openly exercised those pbwon :
“without objection on the pait of his

principal (the plaintiff), I am of thr

“view that it cannot be fairly said th:at

6. The second mate of @ vessel waos lepe

held to be a managing an'n nt.

7. Of course, any pcraon c‘lllod as nunase
ing agent puder Rule 43(b}. miust be 2
person, “ho, because of his relationship

with kis principal, ig in possession of
pertinent information relative to thee alist
pute bctv.ecn Hig punmpal and its -

VETSary.

I am of the view that Rile 43(b;

_;ut’ﬁle was A'not
lye plaintiff for |

Furthermore,
ear. to me th

Lrning this liti

lre seeking to
~yttle, and no ¢
Ly anyene, that
‘ptained elsew
J amtlff argues
he defendants
tanding, his e
jonship with t
ive business.
qe with-a fixec
wnable thing (.
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l (4] A fur.
"5 this matter
;:hat counsel -
5§nto a stipul:
iefendanta, _ b,f
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i
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ae taken. by co
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BE ';7 . UNIIED STATES v. ZIMMERMAN 587

o Citeas 20 F.R.D. 587
Tuttle was not a “managmg agent” of Tuttle (‘\Ioran v Plttsburgh Des Momes

the plaintiff for the purposes of this case.

Steel Company, supra, 183 F.2d at page

Furthermore, from the record it E\ 471)..

“clear t6 me that the information con-

cernmg this litigation, which defendants
are seeking to elicit, must come from™

: -_Tutt!e, and no suggestion has been. made.
by anyone that this information can be
" obtained elsewhere, -

Even  though, as
plamtlﬂ‘ argues, Tuttle’s friendship with'
the defendants in this case is one of long °

" gtanding, his equally long standing rela- |
tionship with the plaintiff, and the luera- { -

tive business derived therefrom, leaves’

- me with a fixed feeling that the only rea-

sonable thing to expect is that. Tuttle will ~

L glign himself. with the interests of the '} *
~ plaintiff tather than with the interests -
- of the defendants, ’ '

[4]- - A further pomt to be considered

: m_ this matter now before me is the fact’

‘that -counsel for the plaintiff entered
into a. st1pu!ation with couunsel for the
defendants, by virtue of which A. Dar-

- win. Tuttle’s deposition was allowed to.

be taken by counsel for the defendants
as an adwverse witness. As the result

.. of this stipulation, defendants now argue
. that plaintiff. has waived any objection
that it might have had to the calling of -

Tuttle as the “managing agent” of plain-
tiff (asserted by defendants o be a cor-

" porate adverse party) by the defendants
I am of the view thaf no
" waiver took place as the. result of the -
.. gtipulation .for the obvious reason that

at the trial.

Tuttle’s deposition. was taken as an ad-

- werse witness-and not as the “managing
“agent” of an adverse party.
_lation does not cover the precise issue.

The st1pu-

"with whieh T am plesently confronted in-
this ‘case. .

'[5] It is my rulng that defendants

in this action may examine A. Darwin
- Tuttle under the provisions of Rule 43(b)
.. of .the Federal, Rules of Civil Procedure,

as a “managing agent” of an adverse

. eorporate party (plaintiff), and defend-
" ants will not, as a result thereof, be held”

bound by any testlmony 80 given by

. 'F.B.I. agent.

" person.
. 18 U.s. C AL

It is 80 ordered

o

RLLE]
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UNITED STATES of Americs,

‘Melvin Barvin ZIIMERMAN and Ed-

- ward J Mullally, Deféndants.

Umted States DlStI'l.Ct Court
8.D: NeW York.

. June’ _10, 1957.

Motion by defendant for an order -
under Fed.Rules Crim.Proc: rule 18,18
-11.8.C.A., directing government attorney

to permit defendant to inspect and copy
signed statement obtained from him by
The District Court, Pal-
mieri, J., held that government attorney
should be required ‘to’ preduce for in-

. spection and copying s;gned statement
-.obtained from defendant. .

Motion granted

i Crlmmal Law €=62715 . .
, Government attorney ‘would be re- _
- quired to pmduce and pelmzt defendant

to" inspect and-copy . signed: statement

- obtained from him- by -FB.L agent, but
‘no’ copy : of statement’ sheuld be made
. available fo codefendant ‘or any other
Fed.Rules. Crlm Proc rule 16

2 Stipulations @—‘914(3)

~* Defendant’s motion for bill of par-_
‘ticulars would be deemed withdrawn in

accordance with stipulation of defense
‘counsel made in open ¢ourt.
.Crim.Proc. rule 7(f), 18 U.S.C.A.

Fed Rules: -

T e oo




ool -lsmr e
“. attirs ioe. that the accident was

sprima facie proof thati-the de-
: had been negligent in installing

3 ::mbt the’ defendant rested on a
.ot between it and the Port of New
ot uthority, by which it had. agreed
;. s all reasonable care to keep ‘the
o ertairs in repair . * * * and &l
', o OF replacements .of parts made
. 1T by wear and tear of normal op-
Canen +ill be made by us.” "The defend-

4 csatutor™ “could-not. stop -and start.

- but the judge decided that the
.5 had made out”a case fbr the

and jerking: ®# % % Tegulted
: the’ negligénce ‘of the defendant.
‘_ »- ¢ [T]he meré fact that an acci-

-

.= %appens is not-proof that somebody ™
S .-.;:hgent” they had the burden of

" ie! oy that issue;  On the other hand, -
108 the'jury that, if no employes of -
w Part Authority “contributed in any .

L

. %o the stopping and jerking,

. #nereumstances of this case weuld per-

“+t sn inference of mnegligence on the
2t of the defendant.” : '

»:# being an action. depending. upon' :
=iy of citizenship, the law of New

's:gnt‘tﬂs; but upon this appeal we

<o —mress no opinion as to whether, if
s Leintiffs” testunony ‘were accepted. -

- ll!r}, it would have been ]ustlﬁed
L ﬂﬂ.g a verdict for the plaintiffs.

of the exclusion .of evidence of-
' ‘Tthe defendant. The plaintiff,
+,- had baen by far the most artic-
of the plaintiffs’ witnesses as to

~xamined - him | at- length. © The
:i' had concl_uded their . evidence
wited their case, .and the defendant
svpd for a dismissal which the
N - wenied, Thereupon ‘the defendant
i : *1 Nickolas to the stand and asked
* "2 identify his -signature to 2 docu-

1 in. the possession of the Port Au—
(5 d_ﬁprm_ . . . .

L GALL:S v. PEELLE COMPANY
Cite as "’6-1- F.24 663

ase upon the ‘doctrine of res

ising,. the #ggealator,”  Their,

=t in e\pert testimony to show that

ot wierk”" forwards “and back- "

*, He held that in order to recover
" or must in the end prove that “the

'+ we may, and do, refuse to do be-.

"'dent and. the defendant had

his daughter, Elaine, which he did.- As a

“full and complete description’ of acci- =
dent” the claim read as follows: “While -
descending revolving éséalator, the speed -
of the same was so rapid as to cause this
claimant to fall and to tumble down all =
_of the steps of the escalator.”” The fault -
“of the Port Authority it then_stated was
~“that this accident was definitely caused .
by. the fault of the Port of Naw York Au-
thority in that * *  * . the speed of
the steps was entirely too great far the -
'-"safety of any- pemons on: them”: Again;:.
"I know p031t1vely it 'was the rap1d1ty of

the motion which caused all of the people

on the escalators to lose their balance and..

ke thrown about.”” The judge refused to

“allow' the defendant to ~introduce ‘this -
document in evidence on the ground that::
the Federal Rules of Civil Procedure, in = -

particular Rule 43(b), 28 U.S.C.A. “do

-not authorize and were never intended
to permit the use to be made of them that

is sought to be made here.,”

[1-3] We do not agree. The evidence”

would patently have beer admissible be-

“fore the plaintiffs rested their case, not
only to impeach the testimony of Nicho-,
las Gallis, but as an admission against his -
own personal claim as-a party. (Whether
it would have also been affirmatively ad~ -
- missible againat him,.as guardian ed -
‘tem of Elaine, we need not say.) It was .
extremely important, as a deliberate de- .
tailed statement of what had happened,
and it was at complete variance with the
. version that the jury accepted. The de-

fendant declared that it had not knewn

. of the statement - Whﬂe ‘Nicholas was on

fHie sfdnd, but that issue we deem to have

been irrelevant.  No harm had been done .
by the delay, and the defendant should = .
not have beeri charged with such a vital
forfeiture for so mconsequentlal an omis- ..

sion.~ As we-said in-Sternberg: Dredging

Co.:v. Moran Towing & .Transp. Co, 2
Ciry; 196-¥F.2d 1002,-1004: “It is of -
course true that, if emdence is introduced -
‘‘so late that.any reply to it will require

an undue prolongation of the trial, the

__Judge had chscxetwn to 1efuse it,” but

- Vu’ﬂf/f' |

665
thorlty, which contamed a cla1m made by: _
him against the Authority-on behalf of
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- to answer interrogatories asked of it, up-

- that was not the case here. )The fact that
H_T‘.he defendant put Nicholas Gallis on the

stand ag its own witness' is no Ionger im--

' portant. “Rule 43(b) is peremptory that
a “party may call an adverse party # * %
and contradict and impeach him 'in all

respects as if -he had been called by the
.Even though recalling =

- adverse party.”
Nicholas Gallis by the defendant should
be deemed “making him” the defendant’s
“own witness,”

_contradict him.. The limit of the exami-

.nation i always a question of discretion,:.
“and in the case at bar we cannot aceept ™

the rejection of the document as being

" ‘within the discretion of the trial court.
' cause remanded

- J udgmel:l't','reverséd ;
for a.new trial. -

LAY ) .
o § e nuner sty
T

- state adequate directions for use an! !
- introducing' . drug . into. interstate < -

UNITED STATES of America
. R - .' Y. . ) :
42 JARS, MORE OR LESS, of an article
of drug labeled . in parf.“BEE
) ROYALE CAPSULES".
Appeal of BEE ROYALE, I\'C.
N No.1266% .

. Umted States Cou_rt of Appea]s
: -Third- Circdit.’ :

- Argued Feb 5,1959.
Dec1ded March 12, 1909

Proceeding by the United States_"
b'ased on seizure' of quantity of capsules

on theory that capsules had bean mis-

branded. From 2 judgment of the Tnit-
. ed States District Court Tor the District -

" of New Jersey, Richard Hartshorne, ¥,

162 F.Supp. 944, the claimant appealed.

" The Court of Appeals, Goodrich, Cireuit
. Judge, held, inter-alia, that a corporation
 which. owned capsules. accused of hav-
* ing beensmishranded .could- not - refuse

264 FEDERAL, REPORTER, 2d SERIES

on discovery by United Statea -J‘.‘- ;5_;:
-tage of it.

the defendant was freeto

"qulred for'a new drug is based gn =

- §§ 201(p), 304, 502(f) (1), 505, 2t.1
~C.A. 88 321(p), 334, 352(f) (1), : e

© 8. Judgment &713(3)

:powers was not res judicata in pruc.

~ that seller merely filed affidavit - * -

- §§ 821(p), 334, 352(f) (1), 355 ¥ v

proceeding against person sellinz =7

‘regard to beneficial effects of the 27

voking constitutional privilege of t,...
dom from seIf—mcrxmmatlon singy $x,
Fifth Amendment plez is & person.] , .
and the corpoxatwn cannot take adis

Aﬂ‘irmed.

1. Druﬁglsts <§7’—b" .

A condemnation actlon for ..
brandlng a drug and for introdu.. .,
drug without having filed applicativy ;..

branding and does not requue 1r L
Federal Food, Drug, and Cosmetic

Post office -department mail f.
proceedmg affamst person selhng drove
through mails on ground of fraud
representations as to drug’s cur.;".:

ing for misbranding drug in failirs *

merce without an effective applica. -
establishing its safety, where puri. s
were noi the same in mail fraud r--
ceeding as they were in action for i -.
zure, mo privity was disclosed, is-.t
were not the sameé and there was nn 5
adjudication in mail fraud procesdin: .-

charges against him ‘were ended o ! " ¢
as his. promisés were kept. Tl -
Food, Drug, and Cosmetic Act, § :
(p), 804, 502(f) (1), 505, 21 LS~

S.C.A. §§ 259, T32.

3. Adrmmstm.*we Law and Procedure
! €250
Druggists @311 . B
Post office -department mul ’

Loy

through mails on ground of fram
representations ag to drug's cut ')
powers which was settled by agrev™”
on part of seller to withdraw frem
vertising several specified claims

- 2y . - w0
sules was not binding in procb}?‘“
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., or managed corperate busl

““any checks of either corporatmn
Tt appears ‘that. Jarrico like Blberman ’
. will share in any recovery reahzed from

both corporations was -.concerned this de—_
cision it is said meant very little because
Biberman and Jarrico were otherwise

© gainfully "employed elsewhere and per- -
©formed Hitle or no, functlons for the
‘p!amtlﬁ’s -

Except for =ame casual and spmadlc

- eonsultation by Lazarus, __1t is asserted
that Biberman and Jarrico at no time |

since they: resigned in May 1956 have

determined corporate policies 'or been con-.

sulted with respect ther eto, adm1mste1 ed

the instant litigation: Jarrlco s 1nterest

. is B per cent thereof. .

Y T T

: {1 Based on the foregoing ﬁs's'erted :
facts plaintiffs now meve for an order: .

“pursuant to § 30(b) -of the Federal
Rules of Civil Procedure. [28 U.5.C.A.]}

debarring defendants from- taking the

depositions of the plaintiffs by Herbert

- Biberman and Pau' Jarrice and vacating

all ‘notices” of depositions heretofore

-served upon the attorneys for the plain-.
. -tiffs. by the defendants or any of them to.
the extent that such mnotices seek ‘the
'deposxtlons of the plamtlﬁ's by and
. through: .Herbert -Biberman and Paul
-~ Jarrico “as ‘officers, directors. or manag-
~ing agents of the plamtlffs

" fThere cam bé no dlspute that nelther

_ Biberman not- Jarrico is now an officer
. or -director of plaintiffs, The parties
- agree (as plaintiffs state in their brief)

- that there is left “for this court’s de-
“ “termination a single question viz.: Are

Biberman or Jarrico managing agents

within. the’ meanmg of the - Fede1a1

Rules 7
The appr oach to the question of who iz

a managmg agent must be pragmetlc1 _

1.4 Moo,re_s Fec!.Prac (')d e} p. 11‘)
Bernstein. v N, V. Nederlandsche- Amcn«

© kannsche, .ete,, D.C.5.D.IN.Y1953, 15

FR.D. 37

N 24 . | S 24 I‘I}DERAL RULES DEGISIONS

The rules read in pertment palt
F.R.Civ.P. 263 g
“a.  When Dep031t10ns May Be -

‘Taken. Any: party -may take the -

testimony of any person, including'a.

party, by deposition upon oral exam- .

: 1nat1on or written mtelrogatoues '
for the purpose of- dlscovery or for-.

‘use as ev1dence in the -action or for

both purposes *oE R
* % . # LA SRS

' “4. . Use of Depositions. At the
© trial or upon.the hearing of a motion. -

or an’ interlociitory" proceeding, any -
" part or all of a deposition, so far as.

admissible’ under-the rules of evi-
dence;. may be used ag gainst -any -

party who was present or represent-
ed at'the. tfzkmg of the deposxtlon_
- 'or who had die notice thereof, in ‘
accordance with any one of the foI«-
lowing. prows:ons * %
“(2y. The. deposition of a patty or
of any one who at the time of: taking .
‘the deposition’ was an officer, direc-

_ tor, or managing agent of & public -

or private cmporatlon pattnetsmp,
or association which is a party may.
be used by an adverse palty for any

purpose.”

party at thé time of the takmg of the

" deposition. . The ~wedknesses' of the
“plain meamng ‘rule’ have been so well”

and “ s6 - thoroughly explained as to re-
“quire no elaboration here® - It will suf-
fice to observé that the courts have ap-

proached the problem of determining
‘who .is a “manacrmg agent" within the

_purview of the: rules on. an ad hoe ba51s, -
giving noniinal .approval to the proposi~'
tion -that a- cmporate party may be ex-

2 Cf Mﬂssqehuqetts Ponrlmv & lna Co. "
v.- United Stntes, 352 U.8. 125, luS, "'l
8.0t 186, 1 LFd ?_d 156, '

~-eord.”

‘Basically plamtlffs argument is that <.
the plain meaning of -the rules precludes - _
| taking . the deposition. of *&- corporate:.: -
_ fparty by a \Vltness un'ess the witness'be’
(a “managmg agent”. of the examined .
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. amined only thl_‘oug..‘_r

of ‘the deposition
stant motion will -

 the background of

© In Newark Insu

. Judge Halbert rev-

on the-meanirig of

agent” as used in
 He mentioned the

- ance. from appellat
" triet “courts to 1.

whether witnesses

Amanagmfr agents C

[2] However,

' that .given - othel"
‘knowledge by the
- factgsahd stdtus of

gon other than a‘c

_ with at least a cons

lems [of ‘managem

-to promote the inte

the paramount test

: [the witness] be.
" himself with the in

pal rather than the
ty 7" In this ruling

" [8]  The purposg
to protect a party-f1
a disgruntled forme

._ Iy V. States Mum;
" ware, sup1a notef
. presented with a I

tice to examine tT
tion throucrh the p
of occurrence of a:
of one of its vesse;
ruling, the: witness
oznized by Judge X,
the conventional

"agent”. In denyi’
©. Walsh noted the ¢

. 3.. See Curry v. St

tion ‘of Declaware,
BRI 876, 377

4. D.OND.Cal205T:

5. 4 Moore's Fed.Pr.

1191
4 F._R.D.—2 B
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.am ined only through one who'at the time

- of the deposition is its agent.3 The in-

stant motion will be considered against’

the background of these decisions.

" In Newark.Insurance Co. v. Sartain 4

- ‘Judge Halbert reviewed the authorities

- that ‘given.’

on the meaning. of the term “managing
agent” 8 used in' F.R.Civ.P. 26(d)(2).

" He mentioned the absence of any guid-

ance from:appellate- courts for the dis-

trict - courts to follow in. concluding -

whether witnesses were to be deemed

- ‘managing agents of other persons,

L 21 However J udée': Hélbert_ ruled
ol her:. basic " factors, viz.,,

“Ukrowledge. by the witness of relovant

5

i

.-toprotect a party from the admissions of -

- facts and status of the witness as a per--

son other than a common emplpyee, ie.,
with at least a consciousness of the prob-

* lems of management and an incentive

\

e i

to promoie the interests of management,
the paramount test to be applied is “Can

[the witness] be. expected to identify -

“himself with the interests of his princi-
pal rather than those of the other par-
ty?” In thisruling T am ir_1 _compléﬁe ac-.

cord, o _
[.‘.;‘J _'i‘he purpose of Rule 26'(d_) (2) is

a disgruntled former employee.s In Cur-

" Ty v. States Marine Corporationiof Tela-

‘ware, supra, note 3, Judze Walsh was
presented .Wt'ith_ a-metion to vacate the no-
tice to examirie. the defendant corpora--
tion through the pérson.who at the time

. of occurrence of an accident was master.

- of ane of its vessels.. At the time of the:
. Tuling, the witness was an employee vec-

_oznized by J udge Walsh as not occupying
" the conventional status of  “managing

3. Se¢ Curryv." States Marine Corpora-

4 DOND.Ca1bs7, 20 FRD. 383, 586,
I A R .

agent”, In 'denying". the motion, Judge -
Walsh noted the absence of any danger'

tion of Delaware, D.CS.D.N.Y.1954, 16
F.RD. 376,877, )

5. 4 Moorw's Fed Prac. (24 ed) pp. 1190-
Poader, R -

© HFERDo2y -

INDEPENDENT PRODUCTIONS CORP, v, LOEW'S, INCORPORATED - = 95
. R Clteas 24 ¥.R.D, 19 SRS _ &

- that the witness might through animus
make admissions against the noving de-
fendant. ‘He_concluded that the witness

would identify defendant’s interests with -
his own because the witness was still in -
defendant’s employ as chicf mate. He. e
found that the witness was defendant’s -
‘anaging agent at the tinie of the acef--.~

dent; “he should be the person to explain
“the defendant’s position now, unless de-

. ‘fendanlt has a basis_ for withholding the
confidence it previously placed in him" ‘

Judge Palrﬁieri' attained the' sazﬁe | re-

: Fruit Company.6 e

©0n a similar 'theo'ijy, ‘ Jﬁdg-e Swaim :

writing for a ‘majority of the panel in

O’Shes v. Jewel Tea Co7 ' affrmed the.
trial court’s holding in. effect that-a for-. -

mer employee -of the defendant was .its
“managing ‘agent” within the meaning
“of FR.Civ.P. 43(b).," The witness, one
Carlson, was the manager of the defend-.

- ant’s store where the accident occurved.
" Prior to the frial, the witness left the -
service of the defendant and at once
started wotking for another company: °

However, it was obvious at the trial that
-Carlson “still considered himself a niem-
ber of the deféndarit’s camp” and the

trial court properly found him to be de- .

fendant’s managing agent and éxamina-
ble as. an adverse (not merely hostile)

witness, -

Judge Weiﬁfeld__has;sai‘d iﬁ_,a leading -

case on this subject: 3. = . -
“A .managing agent, ‘as distin- .
guishad from one who'is merely ‘an
employee’ i a person invested by the
- corporation with general powers to
exercise his judgment and discre-

tion in dealing with’ corporate mat- -
. 6. D.CN.Y.1935, 18 F.R.D. 310,
7. 17 Cir, 1936, 233 F20'530,

) . 8 'K_rauss-v. Eris R, Cé., D,C’.S.D.N.Y.’19_5=},

I F.R.D. 126,127, Sce also Warren v, -
United * States, 'D.C.S.D.N_.Y.IIOJS, 1T
FRD. 389~~~ . 0

sult on simitar facts in Klop v. United -




