INDEX.

ABANDONMENT.

| DELAY 18 FiLing APPLICATION,
- DmscLosuRe oF INvENTION.

Lacres, 2.

Oriagivan Investon, 3.
Prior IxvexTioN, 5.

Prior Patest, 2.

Pueric Uax axp Savne, I, 4, 17, 19, 21.
- Becmer InvesTION, 4.
. WITHDRAWAL OF APPLICATION, 1, 2.
FILING APPLICATION—ABANDONMENT.—The inventor is allowed a
@ time within which to mature his invention, according to the

lances of the case, and his right can be affected by no lapse of
ort of that which will be sufficient to show an abandonment of his
during which time no subsequent inventor, however original or
g8 fide, can deprive him of his priority. Slevens v. Salisbury, 370.

INMENT—SECTION T, A0T oF 1838.—It seems that snch conduct and

squiescence in the sale of the machines is a bar also upon the prin-
patent law vpon the ground of abandonment. The case does not
hin the exception of section 7 of the act of 1839, since the sales
ot made by the applicant nor by those claiming under him. Carroll

rill et al., 681.

CNMENT—JURIEDICTION THEREOP.—The Commissioner and the judge
i appeal have jurisdiction of the question of the abandonment of an
ition. Ellithorp v. Robertson, 585.

INMENT—SRECTION T oF THE AcT or 1830 coxernuEpD.—Under the
section.of the act of 1839 the Commissioner is authorized to
application upon proof that the invention has been abandoned to
ie. Wickersham v, Singer, 645.

M NT MEANS ABANDONMENT TO THE rUbLIc.—The true meaning of
ford abandonment, ag used in the acts of Congress relating to patents,
| abandonment of the invention to the public—a dedication of the
to the free use of his fellow-beings. It iz, as said by Judge Story,
e dedication of a public way or other easement, and is to be proved
& same manner by evidence of some acts inconsistent with the retention
g exclusive property himself; and in this regard his acts are to be
ed liberally.” Habeock v. Degener, 6U7.

HOLDING INVENTION FROM PUBLIC NOT ABANDONMENT.—Mercly
belding an invention from the public can never amount to abandon-
b however it may, if too long continued, increase the difficulties in the

(711)
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ABANDONMENT—econtinued.

way of proving priority of invention over another inventor. It may pei
up an equity in fuvor of the junior discoverer which will call for the fyg,,
measure of proof on the part of the first inventor to dispel the clgyg
distrust with which he has thereby enveloped his case, but of jisey |
cannot defeat his right. JTd. i
7. Pomeroy v. Connison (ante, p. 40) considered and disapproved. Jd,

ABANDONED EXPERIMENT.

See OFERATIVENESS OF INVENTION.
Prion InveEsTION, 5.
Ussvccesarvn Exrenimests, 1, 2.

MERR BPECULATION (ABANDONED EXPERIMENT ) NOT PATENTADLE.—If the jn.
veution be the mere gpeculation of & philosopher or o mechanician in b :
closet, and he takes no steps towards obtaining a patent, but keops his
invention secret, and another person who is also an original but subsequent.
inventor of the same thing obtaing a patent for it and brings it into
it hing been held, both in England and in this country, that the pnnului' §
a suit at law iz to be considered as the first inventor. Heall v. Hildrel
12,

ACCIDENT AND DESIGN.

See AccipENTAL IMscovEry. _

1. ANTICIPATION—ACCIDENT AND DESION IMMATERIAL ON QUESTION or—If '.:
thing claimed by the applicant has been done before, it is immaterial ﬁ‘

the question of anticipation whether it was done by accident or design.

In e Kemper, 1.

2. Su—Su—SvsTeM or rLaN.—An applicant will not be entitled to & t
for doing an old thing because he is the first to do the thing with the
“iutent” to produce a certain beneficial effect, which was before obtaiatss
but not observed, nor for producing that effect in accordance with &
preconceived “ gystem” or “ plan,"” which refers at most to the purpose 66
intent with which the thing is done. Jd, A

ACCIDENTAL DISCOYVERY.
Ser AccipEst Anp Desiaw.
ISVEXTOR ¥OT AWARE OF THE VALUE OF THE [NVENTION.
SUFFICIENCY OF INVENTION—ACCIDENT—UTILITY OF CHANGE.— W here the
of the change and the consequences resulting therefrom (in case of
chine) are such as to show that the inventive faculty has been €%
though in point of fact the change was the result of accident, the req
test of a sufficient amount of invention may exist. Slevens e
Salisbury, 379.

ACTION AT LAW. =
Sea INTERFEREXOES, 3. :
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ACTUAL USE.

Bee INVESTOR KOT AWARE oF THE VALUE oF THE INVENTION.

~ Qatn or IsvesTioN, 2,

. ParTioULAR INvENTIONS, O, 18,

 REDUCTION To PracTice, 2, 4, 5.

0N TO PRACTICE—NOT REQUIRED—BRINGING INTO UsE.—Reducing to

differs from bringing into use. There is no law requiring the

nt Lo reduce his invention to actual use before he can obiain &
Perry v. Cornell, 68,

FION TO ACTUAL USE—NOT REQUIRED BY LAW BEFORE PATENT.—There
esd requirement in the patent laws that an inventor shall reduce

ention to actual use before he can obtain a patent, nor is there any

ted within which he is to disclose his invention before application

ent,  Stevens el al. v. Salisbury, 379,

TO FRACTICE—FATENTARILITY.—Although an invention has not

| reduced Lo actual practical use, yet if it appear to be capable of

g 5o reduced, it will be sufficient to entitle the party to a pateut.

dler v. Ladd, 493,

] ACQUIESCENCE.

e ABANDONMENT, 2.

EstorreL, 2.

L_Pﬂ.l.lc USE AND SaLk, 6, 10, 16, 18,

SBEoner InvexTion, 2.

‘Teem or Patesrt, 1, 2.

NOK IN PUBLIC USE PRESUMED FROM CIRCUMSTANCES.—A kuowledge

acquiescence in the public use and sale of the invention by another

presumed from the circumstances of the case, as where the appli-

n of the subsequent inventor for n patent and his commercial use

At invention were matters of notoriety in the locality where the first
r resided. Savary v. Lanth, G0,

ADDITION, PATENT OF.
8 PATENT oF ADDITION.

5 ADJOURNMENT.
e Notics, 5.

ADMISSION OF PARTY.

oF THE PARTY.—The admissions of a parly to an interference,
re the controversy arose, Lo the effect that his opponent was the
itor, taken as conclusive evidence against his right to the patent.
% ¥. Cramer, 173.

OF EsTOPrEL.—In a case where admissions are made to induce others
pon them, such admissions do not operate merely as presumptive
of the actual truth of the facis, which must give way to positive
the contrary, but precludes, and, as it were, estops the party on
of policy. Carroll v. Gambrill el al., 581.
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AFFIDAVITS.
See CHaNoE, 6.
CoUxeEL. 3
Exresmixa Tiuz, MoTioN PoR.
IsvenTION, 4.
Oatn orF InvesTION, 3, 4.
Uritary, 1.

1. APFIDAVITS ¥oT PROPERLY FILED.—Affidavits not taken by the authority of
the Commissioner, nor acted upon by him in forming his decision, canpg
be considered by the court upon appeal. Jn Re Jackson, 485,

2. AFFIDAVIT NOT FROPERLY FILED.—An affidavit relating to the merits of 5
case not laid before the Commissioner cannot be considered by the judge
on appeal. Nichols v. Harris, 302.

AGENT.
Sec Estorrer, 2.

ALIEN PATENTEE.
See RepveTion T0 PRACTIOR, 4.

ANALOGOUS USE.
See Dovere Use.
ParTicuLAar IXvENTIONS, 1, 4.

ANALOGOUS USE—NEW USE.—A mere analogous use is not patentable; but when
a new or improved manufacture is produced by new contrivances, com-
binations, or arrangements, a new principle may be constituted, and the
application or practice of old things will of course be new also. [fu fe
Smith, 2535.

ANSWER TO REASONS OF APPEAL. _
ANSWER TO REASONS OF APPEAL—EX-PARTE AND CONTESTED cases.—Under the
eleventh section of the act of 1839, the Commissioner is bound to fﬂl"ﬂ_'
to the court upon appeal his answer to the reasons of appeal in ex-parté
as well as in contested cases. [n Re Henry, 467.

ANTICIPATION.

See AccipENT AXD Desiow, 1, 2.
CoMpINATIONS, B, 6.
IsveExTION, b
NovELTY.
Particvrar INvERTIONS, 1, 3, 4, 6, D.
PATENTARILITY.
ANTICIPATION —NOVELTY—COMPARATIVE TTILITY.—Upon the su
ences, the question is not whether the applicant's invention is MOTE Tt
jﬂ'ﬁ_‘ﬁ:
L]

ﬂiqiannrﬂf

than others, but whether it is new and sufficiently useful o
patent.  In Re Aiken, 126.
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ANTEDATING FPATENT.

See REISSUE.
| TeaM orF PATENT, 1.

APPEAL.

ABANDONMENT, 3.

. AFFiDAvITSH, 1.

- CoMMIBSIONER AND ExamiNners usper Oaru.

. DEray 1¥ PRoSECUTING APPLICATION.

~ Evioesce, 3, 9,

. EXAMINATION OF APPLICATION, 2, 4.

. INTERFERENCE, §, T, 9, 10, 15,

. ISTERLOCUTORY AcCTiON, 2.

JurispicTion o Jupak.

Livmit oF ArrEaL, 2, 3, 5,

" Hxw Triav, 1, 2, 4, 5.

. Norick, 2.

. PREMATURE Issvaxce or PATENT.

. Procremixas Brrong CoMMissioNer, 2.

Reasons oF ArPPEaL, 8,

- REnEaming, 1.

. Riaut or Arpeay, 1, 6, 11.

- Tmwe ror Fiuivo Arrear, 1.

- Umiary, 1.

FOR APFEAL—FOUNDED ON REASONS oF ArPEAL.—The filing of the
8 of appeal is essentially the appeal itself. The judge cannot take
nce of a case until the aggrieved party presents to him his petition
. revision on appeal, which petition, according to the law, must be
ted upon the reasons of appeal filed with the Commissioner in
m. Greenough v. Clark, 173.

APPEAL, GROUND OF.
¥IT, 2.
r ComMmissioNer, Decisron ow, 1, 2.
NCE, 2.
INATION OF APPLICATION, 6.
ERENCE, 5, T.
LocuTorY Acotiows, 2, 3.
OF AFPPEAL, 5.

NARY QUESTIONS—APPEALE—UTILITY AND OPERATIVENESS QUESTIONS
commizsioNER.—The practicability and usefulness of the invention,
he reducing of it to practice, are matters for the consideration and
the discretion of the Commissioner, and cannot be made the subject
2al. Nothing preliminary to the issuing of the patent is a valid
of appeal, unless made so by the law. Matthews v, Wade, 143.
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APPEAL, GROUKD OF —continued.

2. CoOMMIERIONER'A REFUSAL TO ADMIT EVIDENCE, APFEALARLE—REHEARING j
win.—If the Commissioner refuse to admit competent and materiy) , .
dence offered by the applicant, the applicant may assign such refugg) g
reason of appeal, and the Commissioner, in stating the grounds gof
decision, is bound fully to answer such reason and the judge 1o decigey,
and the judge may then make an order directing the evidence Aol
admitted and the case to be reheard by the Commissioner. [In e Pess !
178,

3. DEPOSITION NOT BEFORE COMMISSIONER EXAMINED AR TO MATERIALITY.—lg thy
decision of such a reason of appeal, the depositions and testimony may by
considered to determine their relevancy, materiality, and competency, I/

4. INTERFEREXCE—JURISDICTION oF JUDGE THEREOF.—The judge i= not pre-
cluded by the action of the Commissioner from considering upon appal
in interference cases whether the thing in controversy is patentable. Hy
is by law directed to determine in all such cases which, or whetber eith.r,
of the applicants is entitled to receive a patent as prayed for. Yearsly
v. Brookfield et al., 193.

6. Su—3u.—The judge upon appeal has jurisdiction of the question of pateni-
ability of the invention, and may reverse the decision of the Commissions ¢
on this point. Burrows v. Wetherill, 315.

6. QuesTioN o8 ArrEAL.—Features of novelty and utility not embraced in the
claims, and brought out for the first time upon the argument before the
judge, ean Lave little influence in the determination of the questions
before him. In Re Bishop, 519.

APPLICATION.

See ARANDONMENT, 4.

CoNTINUOUS APPLICATION.

Deray v ProsgcuTiNg APPLICATION.

EXAMINATION OF APPLICATION.

Oarn or IxvexTton, 2, 3, 4.

Premators lasuaxce oF PATENT.

PrEREQUISITES TO A PATENT.

Prion PatesT, 1.

Repuverion To Practics, 2, 6, 7.

ReJecTioN oF ArPLICATION.

Secrer IxvEsTION, 3, 4.

SercrFicaTion, 1, 2.

SvrriciestLy Uservr asxp IuromrTasT, 1.

Tive vor Finiva Areear, 1.

WITHDRAWAL OF APPLICATION,

ARGUMENT OF COUNSEL.
See JumispicTION OF THE JUDGE.

ARTICLES OF MANUFACTURE.

ARTIOLE OF MANUPACTURE—FPATENTAMLITY.—In judging wheth
improved result in an article of manufacture, the asual test

is an
er ther® 1
is whether #
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ARTICLES OF MANUFACTURE—econtinued.

ction of the article is as good at a cheaper rate, or better in quality
same rate, or with both of these consequences partinlly combined.

2e Smith, 255.

: ABSIGNMENT.
See DxrosiTioxs, 3.
k :.'I'nn:m:r_. 11, 17, 25.
Jurriep Licesse.
;lﬂﬂlﬂl‘ ¥ THE SuiT, 2.

. ASSERTION OF RIGHT.
® PusLic Use axp SaLg, 20.

i BEST EVIDENCE.
s EVIDENCE.

BILL IN EQUITY.
g6 INTERPERENCE, 3.
getrvr Cases, RuLe 1w,

i BOARD OF EXAMINERS.

gaisstoNkR AxD Exasmisgnrs vsoer Oarw, 1.

XATION OF ArpPLicaTios, 5.

8 or THE PaTeEsT Orrick, 2, 5.

IHT OF APPEAL, 4.

¥ 12 or THE acT oF 1839.—The provisions of the act of 1836 relat-
0 & board of examiners were repealed by the twellth section of the
'1839. In Re Aiken, 120, A

B OF EXAMINERS—ITS JURISDICTION DISTRINUTED—FOWER OF COMMIS-
ER.—When the board of examiners created by the act of 183G
ished by the net of 1839 its original jurisdiction was vested in the
missioner and its appellate jurisdiction in the chiefl justice of the
rict of Columbia. Flunt v. Howe, 360,

" BRINGING INTO USE.
e Actuan Use,
| BURDEN OF PROOF.

b6 Cnaxcr, 4.

- Emrrover axp EsmrLover, 1, 3.

-~ INTERFERENCE, 21.

PueLic Use axp Sauw, 12,

- TesTimoxy, 3.

ATY OF INVENTION—FIRST MACHINE—PRESUMPTIONS.—In the absence
'Hidmca to the contrary, the presumption is that the person who
fructed the first machine is the real inventor; and where another
i claims to be the author of such machine, the burden of proof rests
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BURDEN OF PROOF—continued.

on him to show, not merely that he suggested the abstract ides "rh
machine, but that he invented the improvemenis which entitle j Wiy

patent. _Atkingon v. Boardman, 80.

CAVEAT.

See SurmerriTioUs PATENT.

1. CAVEAT—NOT NECESSARY TO PRESERVE RIGHT TO PATENT.—An inventor jy
not required by the twelfth section of the law of 1836 to file a caveat
preserve his right to a patent. That section was introduced for the bep.
fit of the inventor, but was not necessary to the preservation of his righy
It only enables him to have notice of any interfering application.  Heath
v. Hildreth, 12.

2, EVIDENCE—CAVEAT—EFFECT OF.—A caveat is admissible in evidence as par
of the res gestw in proof of the invention so far as it containg a description
of the invention and the machinery which was then constructed. Joney

v. Wetherill, 400.

CERTIFICATE OF NOTARY.

See Evipexcs, 5.
Rures or Tne Patest Orrick, 3.

CERTIFICATE OF JUDGE.
See ProcEEDINGS BEFORE CoMMIBSIONER.

CHANGE.

See AcoipENTAL DiscovEmny.
Cuaxce oF MaTERIAL.
InvEsTION, 4.
Novewry, 1.
ParticuLak ISvENTIONS, 5, 1.
SrrrioesTiy UsEron aANp IMPORTANT, 4.
Urinrry, 3, 4.

1. MERE CHANGE OF FORM OR PROPORTION—NEW EFFECT.—A mere change of
form or proportion is not patentable; but if by changing the form OF
proportion a new effect is produced, it is not simply a change of form o
proportion, but a change of principle, and is the proper subject of &

In Re Fuliz, 178. '

2, Su—S8M—INCIDENTAL cHANGES.—Incidental changes in the arrangement ‘
the parts of a structure, arising ont of an obvious application of the -‘--:
to n new use, and effected by the means of well-known devices, aré
patentable. Stevens f al. v. Salisbury, 378, i

3. SM—COLORANLE ALTERATIONS—DOURLE UsE.—Where the change® consis
merely in the employment of an obvious substitute, the discovery =
application of which could not have involved the exercise of the in
faculty in any considerable degree, the change will then be
merely an unsubstantial colorable variation, or & double use.
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CHANGE—continued.

°F OF CHANGE—BURDEN oOF PRoOF,—When it is impossible to predict
¢t the result of the change proposed by the applicant will be, the
p of proof rests on him to show what the actual results are. JIn Re
485,
GE AND ITS coXsEQUENCES.—Whenever the change and its conse-
taken together and viewed as a sum, are considerable, there must
sufficiency of invention to support a patent. (Webster on Subject-
y P 29.) T,
ELTY—AFFIDAVITS AS To.—The alleged invention examined in connec-
n with affidavits offered to show that the consequences of the proposed
e are of great practical importance and found to be devoid of patent-
novelty. J[In Re Littlefield, 574.

CHANCERY.
se Nxw Triat, 2.
. New Panry.

CHANGE OF MATERIAL.

IxvexTiox, b.

T ANOE OF MATERIAL—METALLIC cARTRIDGE.—The mere selec-
of a superior material, which is so by reason of its well-known qual-
substituting steel or case-hardened iron for sheet metal in con-
neting the firing end of a cartridge—is not invention. [fn Re Maynard,

pETTER ARTICLE.—Within the range of materials known to possess
oper qualities for the purpose, it is not invention to select that one
exhibits these gualities in a more marked degree, and thereby make
r article than had before been made. Jd.

CLAIMS.

CoupxaTions, 1, 6, 7.

Desiaxs, 2.

EquivaLesTs, 1.

IxTERVERENCE, 6, T, 8B, 18, 20.

Oat oF [XVENTION.

Origisar Ixveston, 2.

Prior PatexTt, 2.

Prooxss, 3.

CONATRUCTION OF—XOT TAKEY ALONE.—The claim of the United

ks patent is not separately construed, and with the same strictness, as

s or elaiming part of the British patent. Under our law, the specifi-

and the drawing, as a whole, are included in and made component

ta of the patent, nud they should be taken in construction together in

tion of whatever is dubious; and according to this rule, one part

the specification and drawing may be resorted to to explain any other.
g v. Gedney, 443

IUTI——W!-TI!UC'I‘HIN or cLalM.—A claim for “the preliminary



720 INDEX.

COLAIMS—eontinued.

shaping of the end of the metallic bar to make it correspond on aj) L
gave one with the cross section of the finishing die box, by whicy ,_'__
necessity of cutting off by the punch of more than one side of the pyp g,
be formed is prevented, and from whizh results a very great savipg
metal in manufacturing many-sided nuts at the same time, at a ¢ =
able saving of power, a8 produced in operating the machine.  But ghiy |
only claim when the said preliminary shaping of the exterior portion of 5
nut is necomplished immediately in front of the mouth of a die box, syp,
stantially in the manner herein set forth "—constroed to be for o Wmlﬂﬁ. x
tion of the parts specified, arranged, and operating, as described in gy
specification, to accomplish the.desired result, and held to be patental 3
In Re Gole, 530.
3 OLAIM MUST BE LIMITED To THE EXAcT INVENTION.—The law makes spec
requisition for clearness and definiteness of claims in the specifications for 5
machines, by declaring that the applicant shall fully explain the principle,
and the gevernl modes in which he has contemplated the application of
that principle or character by which it may be distinguished from other
inventions, and shall particalarly specify and point out the part, improve.
ment, or combination which he claims as his own invention or discovery,
In Re Davis, 628, '
4 Su—A claim for the whole combination, without particularly specifying the
changes in the construction and arrangement of the parts of the combins:
tion which are set out as the real invention in the specification : Held, To
be too broad and indefinite. Id. ]

CLERICAL ERROR.

See Teru oF PaTesT, 2.
Powkit oF COMMISSIONER OVER CLERICAL ERRORS,—AS n court can correct the
errors of its clerk in the discharge of his ministerial duties, the Commis-
sioner of Patents, no doubt, may do the same as to his clerks in correcting

a merely clerical error in a patent, but he cannot thus correct an ErTOr

of judgment as to his power and authority under the law. Fu Re Cughmany
677,

COLORABLE VARIATIONS.
See Cuaxar, 3, 4.

COMBINATIONS.
See Cramus, 2, 3, 4.
ComrosiTion oF Matrer, 2.
ISTERFERENCE, 6.
IsvesxTioN, 3, 5.
Panmicrear InvesTiowss, 1, 3, 8, 15.
ResvwT, 1.

1. OLp AXD XNEW DEVICES IN COMBINATION — MUST CO-0FERAT
apparatus is made up of new and old devices the inventor is not bouES
take his patent for the new elements or devices by themselves: m‘“
liberty to ask for a patent for a limited use of those new matlers

. —Whesl S
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COMBIN ATIONS—econtinued.

mbipation with the old, if the devices all co-operate to form a new
nation. Hain v. Morse, 00,
EMEXTE OF COMBINATION HEPARATELY PATENTABLE.—A new combi-
is none the less patentable that certain elements or parts thereof
and patentable by themselves. Jd.
'-um ATRUCTURE ESSENTIAL IN MACHINES.—When the application is
combination of machinery and materials, form and structure become
jance. They are the essence of the invention ; and if changes in these
e enable the operator to do the work in a better manner, or with
ense or at less expense, or in less time, they are all improvements
ch the inventor may have a patent. Jd.
TION OF OLD ELEMENTS.—There may be a patent for a new combi-
- of machines to produce a certain effect or effects, whether the
pes constituting that combination be new or old. In such case the
ng patented is not the separate machines, but the combination alone.
Re Boughton, 278,
8 PART oLD.—U/nder a patent for a combination, proof that the machine
ny part of the structure existed before forms no objection to the pat-
y unless the combination had existed before, for the reason that the
is limited to the combination. Jd.
TioN.—When the claim is for a combination, proof that the
line or any part of its structure existed before forms no objection to
] ent, unless the combination has existed before, for the reason that
 invention is limited to the combination. [n e Halsey, 439,
TioN.—When the claim is for a combination of parts, it is imma-
1 that the elements of which the combination is made up have been
¢ used for different purposes. If these have been brought together
first time, and produce a new and useful resolt, it will be a patent-
combination. J[n Re Wagner, 510.
BINATION—OLD PURPOSE.—The rule that an old device or combi-
applied to a new purpose is not patentable does not apply to the
bere a new combination is applied to an old purpose. Jn Re Heb-
543.

COMMERCIAL USE.
ACQUIESCENCE.
COMMISSIONER'S ANSWER.

EMANDED. —Where the Commissioner's answer virtually abandoned the
frence originally referred to, and relied upon references then for the
L time presented, the decision overruled and case remanded. Jn Re
bett & Root, 250.

COMMISSIONER AND EXAMINERS UNDER OATH.

MIBSIONER AND EXAMINERS EXAMINED UNDER OATH—SECTION 11 OF ACT OF
19 poxstruen.—The provisions of the eleventh section of the law of
i, that the Commissioner and the examiners in the Patent Office may
xamined under oath in explanation of the principles of the machine or

46
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COMMISSIONER AND EXAMINERS UNDER OATH-—econtinued,

other thing, &c., must be considered in connection with the similar prg,
visions of the seventh section of the code of 1836, governing appeals g
the board of examivers. Richardson v. Hicks, 335.

2, SM-—EXAMINATION MAY RE AT LancE.—The section (section 11, act of |
means that the explanation which it authorizes to be required of the Com.
missioner and examiners may be so full and clear an explanation of the
principles as to enable the judge duly to apply and weigh the evidengs
offered to support the issue in the ease, and not to be limited to o merg
exposition of the terms used. Such explanation, so given, the judge jg
bound to respect as part of the case. JId.

COMMISSIONER'S DECISION.

See CoMMIBZIONER'E ANSWER.
Evipexce, 6.
ExamisaTioN oF ArPLIcATION, 4.
Grouxps oF CoMMissioxEr's Decisios.
Orricens or T Patest Orrioe, 1, 2.
Reasoxs oF ArrEaL, 1, 2, 4, 6, 6, 7, B.
Renganivag, 2.
Reviziox oF ComsizsioNer's Drcigiox.
Riout oF APPEAL, 13.

COMMISSIONER, JURISDICTION OF.
See JurisnioTion oF COMMISSIONER.

COMMON-LAW PRACTICE.
See New Panty.

COMPARATIVE MERIT OF INVENTION.

See ANTIOIFPATION.

ISTERFEREXCE, 16.

New Use or Oup MacHixe.

Prior IxvexTtioN, Z.

E-IJII!U[I"LT Uﬂ!?l.'lr AND IHWH‘I‘AHT- 3

COMPARATIVE MERIT IMMATERIAL—OPINIONS oF ExpEars.—The opinion of €x

perts respecting the practical merits of the applicant’s maching &S £
pared with the reference cited does not affect the question of noveltf: =8
Re Winslow, 123,

COMPLETED INVENTION.

See OrEmATIVENESS oF IXVENTION.
Particvian IxvesTioxs, 13,
PrurecTEn ISVEXTION.
PrEREQUIEITES TO A PATENT.
Revovcriox 1o PracTioR, 6.
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COMPOSITION OF MATTER.

g Pantiovnanr Ixvestioxs, 10.

Secoxp PATEST ror saME IxvesTiox.

OMPOSITION OF MATTER—INVENTION—ARTIFICIAL HO¥EY,—An artificial honey,
sting of sugar, water, rosin, butter, eream of tartar, gum arabic, honey,
pee of peppermint, and isinglass, compounded in a described manner
d in definite proportions, and forming a substance which closely resem-
the genuine article in appearance, taste, and flavor, and which wounld
3 to be a wholesome article of consumption, is a new and useful com-
tion of matter, and forms the proper subject-matter of a patent. Jn
Corbin and Martleft, 521.

ITION—IXOREDIENTS—NEW COMBINATION.—IL i8 not necessary that the
jents of a composition of matter should be new, or that they have
been before used for similar purposes, if the combination is new; that
they have not been before compounded in the same proportions. Id.
M—x0VELTY—UTILITY.—IL i8 not an objection to such an imitation, on
ground of novelty, that it closely resembles the natural product, since
yaries in composition from natural causes, and is made in an entirely
nt manner, nor, on the ground of utility, that it is a deception, and
nted to impose an inferior article upon the public, since the specifi-
expressly declares its factitious character and furnishes the formula
which it is made. [Id.

AL PRINCIPLES—PRACTICAL APPLICATIONS.—Natural principles and op-
ns cnnnot be appropriated ; but when they have been practically
d, as in this case, to produce n cheap and healthy substitute for o
ful article of diet, there is suflicient utility to support a patent. Id.

COXCEPTION OF INVENTIOXN.
e EMPLOYER AND Exrtoves, 3.
PrixcirLe, 3.
Prior IxvesTiox, 3, 4, 7.
CONFLICTING INVENTIONS.
¢ INTERFERENCE.
IpxtiTy oF INVEsTION.
CONSENT AND ALLOWANCE.
ACQUIESUENCE.
Pusuic Use axp Sauk, 6, 7, 10, 12, 15, 16, 18, 20.
] CONSTRUCTIVE NOTICE.
See PatexT.
CUNSTRUCTION OF SPECIFICATION.
CrLaius,
SreciFicaTiox, 1, 2.
CONSTRUCTION OF STATUTES.

B8 ABANDUXMENT, 2, 4.
Boarp or Exasmisens, 1.
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CONSTRUCTION OF STATUTES—continued.

Bee CaveaT, 1.
Cosmissioser AND Examiners vxpes Oarn, 1, 2,
Deeay 1% Finive AreuicaTtiox, 1, 2.
DiuigeNce, 1, 2.
Evinexce, 9.
ExaMmiNaTioN oF APPLICATION, 1, 3, b.
Finst Ixvextom, 2.
INTERFERESCE, G, 19,
New Tnian, 3.
Orricens oF THE Patext Orrick, 3.
Prion Ixvestiox, 1.
Prion PaTesT, 1.
Pusuic Use axp Saig, 3, 4, 8, 10,
Reasoxs or ArrEarn, 1, 2, 4, 12.
REigsvE.
BeipcTioN oF APPLICATION.
Rigar oF ArPPEAL, 14.
Buwes ror Taxivg TesTismoxy,
Svrriciextiy Uservn axp ImronTasT, 5.
Teru or Patesm, 1.
WITHDRAWAL OF APPLICATION, 1,

SroTioN T, ACT OF 1839, CONSTRUED—PRIVILEGE OF THE PATENTEE, XOT OF THE
APPLICANT.—Section 7 of the act of 1839 has no application to a case where
an applicant is met with the objection that the invention has been in public
use ander the patent of another. That provision is intended to relate to
the case of a use, sale, or license to use given, made, or claimed under the
patentee who ndmits and claims the privilege. In the case in question the
applicant, so far from claiming the exception, denies that he ever did use
or sell the invention to any one, and the patent sets up no such claim.
Ellithorp v. Robertson, 585.

CONTESTED CASES.
See IXTERFERENCE.
MacIsTRATE OF COUNSEL.
Buies ron TAKING TESTIMONY.

CONTINUOUS APPLICATION.

See Punrio Use axp SaLe, 19,
WiTHDRAWAL OF APPLICATION, 1, 2,
CONTINUOUS APPLICATION—APPLICATION INSTANTLY RENEWED—FOREIGR "‘"
ExT.—Where an application was withdrawn, but was insunl-]:.f e rere
the same words: Held, That there was a continuous application, i
the application would not be affected by a foreign patent taken out BY
subsequent inventor intervening the first and second application. M
v. Wade, 143.
Sgcoxn Arrt.:cuml—wu:u WILL RELATE BACK TO PRIOR APPLICATIONTECS
doctrine, with relation to grants of the Government, that & subseds
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CONTINUOUS APPLICATION—continued.
lication may relate back to a prior application, so as to cut off inter-
ng claims, will not be applied to a case which does not present the
nt of “due diligenee in applying for and pursuing his application
yr & patent until he obtained the same.” Wickersham v. Singer, 645.

COPY AS EVIDENCE.

Examixatiox or WiTsesses, 1.

AND coPY.—A witness, whether an expert or not, cannot be called to
to the sufficiency of secondary evidence by a party who has the
nal and refuses to produce it. To admit such evidence would in
ple be a violation of the rule that no evidence of a copy, though
n to, will be admitted until proof bas been given that the original
be produced. Richardson v. Hicks, 335.

CORRECTING DATE OF PATENT.
Teex or ParTesT, 12,

: CONSTITUTION.
jee Discovery, 1.

COUNSEL.

JurisnicTiox oF THE JUDGE.

MacisTRATE oF CoUrsseL.

Orricers oF THE Patest Orrice, 1.

L 1svE.—Where an affidavit was filed by counsel on a collateral
er, showing an informality in taking the testimony in the case, and
the facts concerning the alleged informality were stated by the
agistrate in his return and noticed by the Commissioner: Held, That
thould be considered. Nichols v. Harris, 302,

CREDIT OF WITNESS.

Evipesce, 17, 19.

Exammmarion o Witsesses, 2, 3, 4.

TesTiMONY, 1.

& Wrrxgasgs, 1, 4, 5, 10.

XY GROSSLY IMPROBABLE.—The rule of law is, that where a witness
"- wholly unimpeached by extrinsic circumstances, credit ought to be
"_. n to his testimony, unless it is 8o grosaly improbable as to show that
L i# not to be trusted.

CROSS-EXAMINATION.

¢ Examixatiox oF WrTxesses, 1, 2, 3, 4, 5.
Nortick, 1, 4, 5.

DATE OF INVENTION.
Drawixa, 1.
Evipexce, 20,
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DATE OF INVENTION —continued.

See Evinexce oF IxvesTION, 2.
Finsr Ixvestonr, 1.
Foretax PatTest.
Measvng or Proor. i
Wirsesses, 2, 7.
DATE OF INVENTION—DRAWING.—An invention may date from the time a d
ing was made disclosing the same. Stevenson v. Hoyt, 202.

DATE OF PATENT.
See Term oF PaTesrt, 1, 2.

DEGREE.

See IpgsTiTy oF INVENTION, 2.
SvrriciesTLy UservL AXD IMPORTANT.

DELAY.

See DrLay I ArFFLYING FoR REmssve.
DELAY 1N FILING APPLICATION.
Lacngs.

Prion IxvesTiox, 5.
POVERTY.

DELAY IN APPLYING FOR REISSUE.

REISSUE—DELAY [N APPLYING FoR—LACHES.—Semble, that when a patentee has
slept upon his rights for thirteen years, it is t0o late to seck redress by
way of reissue. No tribunal ought to encourage or counteuauce SUER
gross negligence,  Jn Re Cushman, 577.

DELAY IN FILING ARGUMENT.

DELAY IN PILING ARGUMENTS.—An argument not filed within the time llmlﬁ_i.i
and for that reason objected to, may be received if a reasonnble excuse &
offered in explunation of the delay. Serew Co. v. Sloan, 210.

DELAY IN FILING APPLICATION.

See ApaxpoNEDp EXPERIMENT.

DiscLosutne oF INVENTION.
Lacuks, 2.

Pretie sk axp Save, 16.
Secner Isvestiox, 1, 2, 3.
1. DELAY IN APPLICATION UNIMPORTANT—ABANDONMEST.—The statute does
limit any time within which an inventor must apply for a patent, BOF
it declare a forfeiture by reason of any delay, The delay,

unimportant, unless it amounts to evidence of abandonment of the
Delay is not one of the specified grounds upon which the Commissit
authorized by the seventh section of the act of 1836 Lo refuse n PES
Heath v. Hildreth, 12,
2. DELAY—QUESTION POR JURY.—Semble, that n matter of defense—=l
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DELAY IN FILING APPLICATION —continued.

lay in filing an application for a patent—which it is the peculinr prov-
of the jury to decide, and which is not by the seventh sect’on of the
1826 made a ground for the refusal of & patent by the Commissioner,
d be left by him to be decided by the jury in a subsequent action af
Id.

PEL—FAILURE T0o APPLY.—The fact that an alleged inventor neglected
for a patent, although he knew that other persons had filed appli-
mg for the same invention, brings him within the reazon of the rule
' when a man has been silent when in conscience he ought o have
en he will be debarred from speaking when conscience requires him
silent. MeCormick v. Howard, 238,

ABLE DILIGEXCE—CIRCUMETANCES OF THE CASE.—No particular time
mited for filing the application for the patent by the statute; yet it
clear, nccording to a fair construction of its spirit and meaning,
it it ought to be done within a reasonable time; otherwise the right
&y be lost by the laches of the party. What is or is not a reasonable
i¢ depends on the circumstances of each case.  Ellithorp v. Robertson,

IN APPLYING FOR A PATENT.—An inventor who seeks the mao-
afforded by a patent must present his perfected iuvention to the
nt Office at once. He cannot privately use the invention for his own
‘during several years, and then claim and expect protection for four-
n years longer. Spear v. Belson, 699,

DELAY IN PROSECUTING APPLICATION.

PROZECUTING AFPLICATION—MISTAKE OF THE OFFICE.—A mistake on
€ part of the Office in its judgment upon a case which does not create
usion in the mind of the party as to his rights does not authorize him
efinitely delay the further prosecution of the case, either by endeavor-
to convinee the Office on rehearing of a palpable error or by resorting
easy and expeditious means for revising the decision upon appeal,
the statutes provide. Wickersham v. Singer, 585,

DELIVERY OF PATENT.
#6e Jumispictiox or CoMMISSIONER, 2, 3,
Ricur or ArreaL, 6,

TiME FOR FILING AFPPEAL, 2.

DEFPOSITION.

ArrEaL, GroUsDp oF, 3,

Evinexcs, 2.

ExavisaTiox oF WiTxessEs, 6,
New Party.

Nxw Triar, 7.

Norice, 4.

Rores or the Parest Orrice, 2, 3.
TesTiMONY, 2.
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DEPOSITION —continued.

1. INFORMAL DEPOSITIONS—COMMISSIONER MAY marEcT.—Where a deposition wag
not transmitted in due form, so that it could be considered at the day of
hearing under the rules of the Patent Office, the Commissioner was, never.
theless, at liberty to inspect the deposition and to postpone the hearing, if
he deemed it essential to the ends of justice to permit an informality Wr'bo
corrected.  Smith v. Flickenger, 46.

9. Sy—SM—N0T TO BE coNsipDERED A8 EviDENCE.—The prohibition contained
in the rule is not to the Commissioner’s looking into the deposition thug
informally transmitted, or to his reading it and ascertaining its contents,
but to his considering it on the day of hearing as evidence touching the
maiter at issue. Jd.

3. DEPOSITIONS TAKEN IN FORMER CASE—WHEN MAY BE USED.—Depositions taken
in a former interference may be read at the trial when the subject-matter
at issue in the former case was the same and the parties in interest,
assignors of the entire right, were the same, so that the party against
whom the deposition is offered has had full opportunity to cross-examine
the witness, MeCormick v. Howard, 238.

4. NEW TRIAL—DEPOSITIONS.—In a rehearing or new trial of an interference the
depositions taken on the first trial may be used. Carter ef al. v. Carler
et al., 388,

DESIGNS.

1. DESIGN—LETTER OF THE ALPHABET—UBEFUL rurPoSE.—A drawing, pattern, or
casting of the letter G, or any other letter of the alphabet, is not patent-
able of itself as a new design. To give it any novelty or usefulness, it must
have some purpose in combination with something else—as when used
as n frame to support the working machinery of a sewing machine
GGibbs v. Ellithorp, 609.

9. Su—WORKING MACHINERY—SPECIFICATION.—The claim for the design in guch
a case would not depend on the novelty of the machinery; but to perfect
the design and make it patentable, the working machinery must be app
or shown to the Office to be capable of application. It is not necessuryy
however, to describe the machinery in the specification. Id.

DILIGENCE.
See AmaNpoNMENT, L.

Acrvarn Usk, 2.

CONTINUOUS APPLICATION.

DELAY 1IN APPLYING FoR RESSUE.

DELAY IN FILING APRLICATION.

Onicixal INvENTOR, 1, 3.

Prior Ixvestion, 3, 6, T.

Punric Use axp Saig, 19.

Sgcner Isvextion, 1.

WITHDRAWAL OF APPLICATION, 2. —
1. FIFTEENTH SECTION OF ACT OF 1B36—REASONARLE DILIGENCE 1N APA :

AND PERFECTING.—But the doctrine that when two men inde
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DILIGENCE—confinued.

cover the same thing, the one who first communicates it to the public
reducing it to practice and using) is deemed the first inventor and
itled to a patent, is not supported to that extent by the cases cited, and
uld be nnjust if it were, as it makes no exception of the bena-fide in-
wentor who is * using reasonable diligence in adapting and perfecting” his
vention, whose right is saved by the spirit if not by the letter of the
penth section of the act of 1836, Heath v. Hildreth, 12.
EASONABLE DILIGENCE—SECTION 10 oF THE ACT OF 1836 DOES XOT APPLY TO
PrLICANT.—Nor is it necessary that the first inventor should use
gonable diligence in adapting and perfecting his invention.” The
penth section of the act of 1836, providing that the defendant may
ghow, in order to vacate a patent already granfed, that it was surrep-
ously obtained for an invention which was being diligently prosecuted
another, does not apply to the case of contending applicants. Perry
Cornell, 68,
IRABOKABLE DILIGENCE—EFFECT oF.—On the other hand, when & prior
mventor has been using reasonable diligence to perfect and adapt the in-
tion to practice, all his rights will be preserved and protected, although
guccess may not bave been perfect, MeCormick v. Howard, 238.
10¥ OF DILIGEXCE—DC 18 NOT ARISE IN AN INTERFERENCE—PATENT SUR-
TIOUELY OBRTAINED.—The diligence referred to in section 15 of the act
836 has no application to the case of interfering applicants. It applies
 the case of a prior inventor defending against a patent surreptitiously
manted to a subsequent inventor, and directly only in such a ecase, or
ere it appears that analogous principles are involved, and then only by
| equitable construction of the rule. Slevens ef al. v. Salisbury, 379.
ASONS FOR REQUIREMENT OF DILIGENCE—The main object of the patent
IWE is to bring inventions as soon as possible into public and unrestricted
; and this forms an essentinl part of the consideration—the guid pro
. The public has a right to the knowledge as early as possible, consist-
¥ with the rights of the inventor in using such reasonable diligence
his part as may be necessary in adapting and perfecting his inven-
on. Ellithorp v. Robertson, 585,
 BILIGENCE—POVERTY AS A¥ EXCUSE POR DELAY.—The measure of poverty
ich one must possess before he is required to exercise any diligence to
scute his rights is not to be found in the statute. It is an excunse
readily made, which yet should not be too readily listened to.
man be utterly destitule of money and without friends, and incapable
by of prosecuting an enterprise, much indulgence may be shown
but when he has the meang of earrying on sundry enterprizes of a
g sort, equally demanding money and friends, and does carry
on, hiz election to pursue those other enterprises will not be regarded
the law as an excise for delay in the other, where valuable rights of
re, equally meritoriong with himself, and in the outset of their suc-
ul struggles equally poor, are to be prejudiced. Wickersham v.
. B45.

47



730 IxDEX.

DISCLAIMER.
See INTERFEREXCE, 6.

DISCLAIMER IN SPECIFICATION—EFFRCT oF.—The general sense of a disclajmyy
embodied in the specification must be restrained to the purpose for whig)
it was used in connection with that specification, and will not estop ghe
inventor from subsequently maintaining a claim for the invention so djg.
claimed in another proceeding. Hill v. Dunklee, 475.

DISCLOSURE OF INVENTION.

See Repveriox To PracTiow, 6, T.
Orioiwan Isveston, 1.

No DILIGENCE REQUIRED—ARANDONMENT.—Hefore a patent is granted to any
ane for an invention, there is no law that requires the inventor to disclose
his invention within any limited time. There is no limitation 6f his right
to obtain a patent, unless the lapse of time be sufficient to show an aban-
donment of the invention. Perry v. Cornell, 8.

DISSOLUTION OF INTERFERENCE.
See [NTERFERENCE, 4.

DISCOVERY.

Bee Accipest axp Desiox, 1, 2.
Jomsr INvesTioN, 1.
PrixcirLg, 1, 3, 4.

1. “ Digcovery " AXD YINVEXTION " AYNONYMOUS—XAKED DISCOVERY NOT FATENT-
ABLE.—A mere naked discovery, in the sense of bringing to light something
which existed before, but was not known, is not the proper subject of &
patent. The word * discovery,” as used in the Constitution and laws of
the United States relating to patents, is synonymous with the word * inven-
tion." [fn Re Kemper, 1.

2. SM—MUST BE CONTRIVANCE 0P SOMETHING NEW.—No discovery will entitle the
discoverer to a patent which does not in effect amount to the contrivanee
or production of something which did not before exist, or, in other words,
to an invention. Jd.

3. BM—PLACING BLOCKS OF ICE EDGEWISE XOT AN INvVENTION.—The discovery of
n beneficial effect, resulting from doing a thing in the same manner in .
which it has been done before—as when a person discovered or found out
by observation that blocks of ice placed edgewise keep longer than when
placed differently—is not the invention of something which did not before
oxist; it is not an invention. Jfd.

DISCRETION.
See INTERLOCUTORY ACTIONE.
Lasir or Arreal, 4, b
New Trian, 2, 4, 5, 0.
Power oF CosmsmissioNer, 2.
RengasiNg, 1.
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DOURLE USE.

See Axaronors Usk.

Craxae, 2, 3.

IxvesToR, 1, 2.

PaxTicurar INvexTioxs, 1, 4, 12,
ENTION—PRINCIPLE—DOUNLE vaE.—An invention must involve a new prin-
giple. When the principle of the alleged invention has been discovered
and applied before, the new application of it will be what is called a double
In such cases, although there may be in the new application some
pe of novelly—something may have been discovered or found out that
not known before—yet, unless the new oceasion on which the principle
pplied leads to gome kind of new manufacture or to some new result,
it will be but a double use. J[n Re Blandy, 552,

DOUBTFUL CASES, RULE IN.
- See Ruvre 1x Doverrun Oases.

DRAWINGS.

e Cramus, 1.

Date or InvesTION.

Evipgxce oF IxvEsTION, 3.

Laches, 1.

Measune ov Proor.

Oarn or IsvesTioN, 2.

PErFECTED [XVENTION.

PREREQUISITES To A PaTesT.

Repveriox vo Praorics, 1, 6.

SPECIFICATION, 1.

IDENCOE—DRAWINGS WITHOUT TESTIMONY ¥0 EviDEXCE.—A drawing in an

' int-book in the possession of one of the parties to the interference not

ol itself evidence that the invention therein shown was the invention of
h party, and not taken ns evidence of the existence of the invention at

he date of the surrounding entries in the book, in the absence of corrobo-

mting circumstances or the positive tesdmony of witnesses. Jillson v.
or, 136,

FioATION—DRAWINGE.—The patent law requires every specification of o

Inim for machinery to be accompanicd by deawings sigoned by the inventor

ind attested by two witnesses.  fn e Henry, 467,

DROPIING AN ELEMENT.
" Bee Rearmaxcivg Panrts o Macuise.

DUE DILIGENCE.
g DMLIGESCE.
DUE PROCEEDINGS.

Ponuiec Use axp Saux, 2.
SumrertiTiovs PaTENT.



732 INDEX.

DUTIESE OF THE COMMISSIONER.
See Orricers or THE Patext Orrice, 3.

ESTOPPEL.

See Apmissioss or Papry, 2.
DeLay I8 Fiusc APPLICATION, 3.
DiscLaivER.
Emrrover axp Emrroves, 1, 2.

1. Evipexce—gsTorrEL.— Where a person stands by and hears another person
describe a certain invention or improvement as his own, without asserti
any claim to the invention, and at the same time secking further inform-
ation of the same, the inference will be warranted that the principles of
such invention were not at that time known to him. Ruggles v. ]-'m‘
160.

2. E2TOPPEL— ACQUIESCENCE I¥ ANOTHER'S RICHT.—Where it appears that before
the interference arose one of the parties was aware that the other party
claimed the invention as his own, and had obtained a patent for the same,
and he further acted as the patentee's agent in introducing and selling the
patented machines, distributing circulars, recommending the machines, &e.,
without asserting any claim to the invention. but constantly repeating
upon inquiry that he was not interested : Held, That he was cstopped from
subsequently asserting a claim to the invention., Carrell v. Gambrill, 581,

EMPLOYER AND EMPLOYEE.

1. ORIGINAL INVENTOR—PRESUMPTION I¥ FAVOR OF ONE WHO MADE THE MACHINE
—_REBUTTED BY CIRCUMSTANCES—EsTOPPREL.—The prima-facie cvidence of
inventorship, arising out of the fuct that the machine in controversy was
made by one of the parties to the interference, is rebutted by evidence
showing that such party was at the time in the employ of the other party
as u machinist, and that he made the machine at his employer's request
awi for his benefit, and made no claim to the invention until long nlter-
wards, but, on the contrary, stood by and saw his employer apply for and
obtain n patent without objection. Warner v. Goodyear, G0.

2, Under such cireumstances, the presumption is that the machine was mmle
according to the directions of the party beneficially interested, and in purs
suance of his invention. [d, y

3. EMPLOYER AND EMPLOYEE—ORIGINAL CONCEPTION—MECHANICAL n:rn:uh--"
the employer conceives the result embraced in an invention, or the
idea of a machine upon a particular principle, and in order to carty his
conception into effect it is necessary to employ manual dexterity, oF i
inventive skill, in the mechanical details and arrangements requisite o5
carrying out the original conception, in such cases the employer ""m
the inventor and the servant will be the mere instrument by which 26
realizes his iden. Wellman v. Blood, 432. It an

4. EMPLOYER AXD EMPLOYEE—GENERAL DIRECTIONS—MECHANICAL SKILL™
employer conceives the result embraced in an invention, OF the EOPTCEs
idea of & machine upon u particular principle, and then, to carty hin 20
ception into effect it is necessary to employ manual dexteritys aE
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EMPLOYER AND EMPLOYEE—continued..

ntive #kill, in the mechanical details and arrangements requisite for
ing out the original conception, in such cases the employer will be
inventor and the servant will be a mere instrument through which he
izes his ideas. King v. Gedney, 443,

EQUIVALENTS.

Bee IpextiTy or Ixvesrtiow, 3, 4.

} INTERFERENCE, 12,

Parmicvnan Isvestions, 11, 14.

Riagur or Arrean, 8.

Secosp PATENT For BaME [XvExTION.

Uriutry, 3.

QUIVALENTH—NEW PATENT THEREFOR.—A patent covers all equivalent

es of carrying the invention into effect, although they are not specific-

ally described in the specification, and the patentee is not entitled to a new

atent for those cquivalent modes. Rowen v. Herriet, 310.

ANICAL EQUIVALENT—ROD AND ENDLESS cHAIN.—A rod is the known

quivalent of an endless chain in machinery when it can be used for the

ime purposs and to accomplish the same effect, and they are not, therefore,

n 30 used, substantially differcnt.  Spain ef al. v. Gamble ef al., 358,

10X — PRINCIPLE—EQUIVALEXTA.—The first and original inventor is

litled to protection against all other means of carrying the principle
effect. Nichols v. Harris, 362.

UIVALENTE—HOW DETERMINED.—Equivalents are to be known by an

pference drawn from all the circumstances of the case, by attending to the

onsideration whether the new coutrivance is used for the same general

purpose, performs the same kind of duties, or is applicable to the same

ibject as the old device. In Re Nulling, 455.

ALENTE—ADDITIONAL EFPECTS.—If the change introdaced by the appel-

anl constitutes a mechanical equivalent in reference to the means used

patentee, and besides being such an equivalent it accomplizshes some

r advantages beyond the effect or purpose accomplishied by the patentee,

ich forther advantages may make it a patentable subject as an improve-

ient upon the former invention. [n Re Hebbard, 543.

EVIDENCE.
ABAaNpoNMEST, b, G,
Apmissions or Party, 1, 2.
ArrraL, GrRouxp or, 2, 3.
Bunoex or Proor.
Cavear, 2.
Cory A8 EVIDENCE.
CouNsEL.
Cremit oFr Witskss,
Dare or INvExTION.
DELAY I¥ FILING APPLICATION, 3.
Dsorarmen.
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EVIDENCE—eontinued,

Sea Drawixnag, 1.

Espuover axp Esrroves, 1, 2.

EstorreL, 1, 2.

Evipexck oF IxvesTiox, 2, 3,

Examisation oF Wirsesses, 1, 2, 3, 4, 6.

ExrEnRT.

Husnaxp axp Wire.

IxTEREST 1IN THE Suwir, 1, 2.

InTenrERENCE, 3, 11, 15,

ISTERLOCUTORY AcCTioNs, 1.

Lacues, 1,

MaGisTRATE 0oF COUNREL.

Measvre or Proovr.

Norice, 3.

Noveury, 1.

Oara or [xvesTiox, 2.

Orricers oF THE Patest Orricg, 2.

OrPERATIVENESS OF INVEXTION.

PATEST.

PeErFECTED INVENTION,

Peravny.

PreEsuMrTIONs.

PurLic Use axp Save, 4, 9, 11, 13, 14, 156.

REasoxs oF APPEAL, 9, 12,

Rurks ov tue Parest Orriow, 3, 4.

TEsTIMONY.

Uriviry, 2.

WiTxEssES.

1. EVIDENCE—DECLARATIONS oOF PARTY.—The declaration of a party to “_-'
interference that at some former time he made the invention for which be.
secks a patent, is not competent evidence. Cochrane v, Waterman, 52.

2. INTERFERENCE—MUST BE DECIDED UPON THE EVIDENCE.—The decision of the
Commissioner and the judge upon appeal can only proceed upon the evi=
Aence properly in the case. JId. N

3. EVIDENCE —SAME AS BEFORE COMMISSIONER.—The judge, upon appeal, cAn
consider only such evidence ns was properly before the Commissionet.
Perry v. Cornell, 08, =

4. DEPOSITION TAKEN WITHOUT NoTiOE.—Depositions taken in an iumﬁ!ﬂﬁ"%
without notice to a party, as depositions taken before e became & pﬂ'ﬂ“
to the case, are not evidence against him, and cannot be considered by
judge upon appeal. [d.

5. EVIDENCE—DECLARATIONS OF PART.ES INADMISSiBLE.—The declarations
the parties to an interference in their own behalf and in the absence 8
each other, incompetent evidence for any other purpose than to show ¥
or what they have respectively claimed to have invented. Atki

Boardman, 80. sath I8
t. EVIDENCE—CRRTIFIOATE UNDER oATH.—Certificates not under *
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EVIDENCE—econtinued.

rm of law cannot be received as evidence in an interference proceeding.
v. Winsor, 138.
ox.—Whether the decision of the Commissioner is correct or errone-
pus, must appear from the proofs and evidence which have been acted
in the trial before the Commissioner. Ruggles v. Young, 160,
IMONY INTRODUCED UNDER A PATENT OF ADDITION (THIRTEENTH SECTION,
)-—Testimony taken to show that a certain invention annexed to a
it under the thirteenth section of the law of 1836, as an improvement
wented subsequent to the date of the patent, was in fact invented by the
ntee before the date of the patent, is receivable in evidence to show
iat an applicant is not the inventor, whether or not the patentee under
circumstances named could sustain his patent. Burlew v, O0'Neil,

CE—INTRODUCING BAME 0X APPEAlL—Section 11 of the act of 1839,
in connection with sections 7 and 8 of the law of 1836, upon which
engrafted, gives to the applicant, on appeal to the judge, the right to
port his claim by, and to be heard upon, the evidence or facts deemed
him essential Lo a just decision, although not produced before the Com-
igsioner at the hearing before him. In Ke Fultz, 178.
M—SM-—EVIDENCE BEFORE THE COMMISSIONER—MERITS OF THE CASE.—The
trictive part of the section confining the judge in his decision to ¥ the
nce adduced before the Commissioner” applies to the merits of the
Id.
CE—FPARTY TO THR RECORD—STATUS OF APPLICANT.—An applicant
Or & patent involved in interfercnce is within the reason of the rule which
iakes a party an incompetent witness in a cause, although the interference
dings do not, strictly speaking, constitute a record. Fearsley v,
field ﬂ;{.‘ 188.
—PARTY RELEASED.—Such a party to an interference cannot be
1 by an assignment of his invention 80 as to make him a competent
Id.
—LOS8 OF ORIGINAL DOCUMENT.—From a principle of necessity, how-
the party is a competent witness to establish the loss of an original
if lost out of his own custody, and not destroyed by fraud. Jd.
ATEMENTS OF PARTY AT TIME—RES GEST.®.—The statements and
tions of the inventor made before the contest arose, deseribing
lly or by drawings a certain invention, are admissible in evidence as
irt of the res geste to show that he knew of or had made the invention
L time. Jd.
DR NOT A PARTY—TESTIMOXY oF.—The testimony of & witness to the
that he was a joint inventor with one of the applicants is competent
ice ns against that applicant, though it would not, it seems, be ad-
i88ible in his own behalf if he were a party to the record, Id.
ETIMONY—BEST EVIDENOK — MACHINES THEMSELVES — PAROL EVIDENCE,—
i an issue of priority of invention in an interference proceeding it is
L true that the machines themselves are the best evidence, and must be
dMuced, or their absence satifuctorily accounted for, befure parol testimony
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17.

18.

19,

EVIDENCE—econtinued.

can be admitted to prove their character and construction, and that othey,
wise the parol testimony is inndmissible. Serew Co. v. Sloan, 210,
Heaksay EvipexcE—Testimony to the effect that the witness had beay
informed that a machine had been made and used at some former timg is
not evidence. [Id.

EvIDENCE—TESTIMONY OF FARTY WHO HAS ABRIGNED HIS INTEREST.—Whils
the natoral interest which an inventor may be supposed to retain in his
invention after he has parted with all pecuniary interest in the same wil]
not render him an incompetent witness for his assignee in an interference
with a rival inventor, the circumstance should be allowed due weight in
considering the credit to be given to his testimony. Id.
EVIDENCE—BTATEMEST TAKEN A8 A wioLE.—When a part of an applicant’s
statement in correspondence with the Office is used, the whole of the
cotemporancous statement should be received, the part which operates
for him as well as that which makes against him. Tn Re Boughton, 278,

0. DECLARATIONS AND CONVERSATIONS OF PARTY—EXCEPTION TO RULE IN PATENT

21.

23.

23,

24.

casgs,—The exception in patent cases to the rule that the declarations and
conversations of the plaintiff are not admissible in evidence is founded
upon necessity and to prevent a failure of justice by reason of the impossi-
bility of otherwise proving an invention; and such declarations, when
admitted, should be free from suspicion and accompanied by acts forming
the res gestie, to which the credit is to be given, and not to the dleclarations.
Richardson v. Hicks, 335.

SM—MACHISE NOT PRODUCED I¥ EVIDENCE.— Doubted, whether the rule laid
down in Railroad Company v. Stimpson, that the conversations and declara-
tions of an inventor stating that he bad made an invention, and deseribing
its details and explaining its operation, are properly to be deemed an
assertion of his right at that time as an inventor to the extent of the facts
and details which he then makes known, and admissible in evidence, can
be applied to a case where the declarations relate to an actual machine
already made, which was not produced in evidence, nor its non-production
accounted for. JId.

S—PAROL EVIDENCE.—While it may be true that a machine is not written
or higher evidence, within the technical terms of the rule that gecondary
evidence will not be admitted when written or higher evidence exists
may be obtained, it is within the meaning of the larger rule of evidence
that no evidence of a merely substitutionary character will be received
when the original or primary evidence is producible. [Td.
EVIDENCE—DECLARATION OF PARTY—RES arsTE—The conversations and
declarations of an inventor, stating that he had made an fnvention, cOW
with a deseription of its nature and objects, are to be deemed as P""ﬂ‘“f P
res gesiz, and legitimate evidence that the invention was then “m“
and claimed by him; and thus its origin may be fixed at least as eafly
that period. (Philadelphia and Trenton R. R. Co. r. Stimpson,
Stevens of al, v. Salisbwry, 379, 3
Cories oF nlunuan:run?.un LETTERS—EFFECT oF.—Records of mﬂ".s
randums and copies of letters cannot be considered as evidenc® per B
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_ EVIDEN CE—confinued.

ginals might have been used to refresh the memory of the witness; but
here it does not appenr that this has been done, the copies cannot be used
s confirmatory of the testimony of the witness. Jones v. Wetherill, 409.
IM—INCOMPLETE RECORDS.—Where the party presents copies of his memo-
u, which are incomplete in important respects, it affords grounds for
nfavorable inference. JId.

[DENCE—FARTY A8 WITNESS—EFPECT OF ASSIGNMENT.—A parly named
on the record cannot be released by an assignment of his invention so as
constitute him a competent witness. Hill v. Dunklee, 475.
IMONY—CONVERSATIONS AND DECLARATIONS OF INVENTOR, EVINDEXCE OF
iiAT.—The conversations and declarations (of the patentee), stating that
ja had made an invention, and describing its details, are properly to be
jeemed an assertion of his right at that time as an inventor to the extent
f the facts and details which he then makes known. (P. & T. R. R. Co. r.
Stimpson, 14 Peters, 448.) Davidson v. Lewis, 599.

EVIDENCE OF INVENTION.

' Bee Lacues, 1.

EVIDEXCE OF INVEXTION REQUIRED.—But slight evidence of invention
§ required where the nature of the invention is pointed out and where
: is given of its practical utility. JIn Re Fultz, 178.

S TO INVENTION YEED XOT HE AX EXPERT.—It iz not necessary
n witness should qualify as an expert to testify to the fact and date of
invention, if hiz knowledge and memory are sufficient to enable him to
ly relate the facts on the subject which he has heard and seen. Screw
v. Sloan, 210.

0¥ XOT EVIDENCED BY DRAWINGS OR MoODELS.—If an invention has
evidenced by oral description, it i not necessary that it should be
eed to the form of drawings or models until the application is filed.
hens ef al. v. Salisbury, 379.

EXAMINATION OF APPLICATION.

b ABANDONMESNT, 4.

CoMMIESIONER'S ANSWER.

JurispicTion oF THE ComMmissioNen, 3.

Jupag's Decisiox, EFFEcT oF.

Orrioera oF THE PatEst OFFICE, 2.

Poeric Use axDp SaLE, 3, 10.

Reasoxs or AppPEaL, 11.

| SvrriciesTeYy UsErul Axp IMPoORTANT, 2, 3, 5.

ITH AND SEVENTH SECTIONE OF ACT OF 1B36 MUST BE TAKEN TOGETHER IX
%G APPLICATIONS.—The seventh section of the act of 1836, author-
ling the Commissioner to reject the application in certain specified cases,
gt be taken in connection with the sixth section, which declares what
ong may obtain a patent; and if the subject of the application is not a
6w and useful art, &c., within the meaning of section 6, the Commissioner

48
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EXAMINATION OF APPLICATION —continued.

iz bound to refuse it, although it may not be liable to the particular ob
jections specified in the seventh section. Ju Re Kemper, 1.

2. NEW OATH—NOT REQUIRED ON APPEAL.—An applicant is not required to g,
a new oath, after being finally rejected, to enable him to appeal. In g,
Crooker, 134,

3. SM—ERRORS AND MISTAKES IN speoiricaTioNs,—The new oath referred tq jy
the seventh section of the act of 1836 is to be taken only when the applj.
cant persists in his application, after baving been informed by the Com.
missioner of the errors and defects of his specification. This happens
before his claim is finally rejected. [Jd.

4. REJECTION OF APPLICATION—XOTICE THEREOF—NEW REFERENCES ON APPEAL.—
When an application for a patent is rejected, the applicant is entitled 1o
notice thereof, and to be furnished with such information and references
ud may be useful in judging of the propriety of renewing his application
or altering his specification ; and it would be a substantial denial of this
right for the judge, upon appeal, to rest an adverse decision upon references
for the first time presented in the Commissioner’s answer to the reasons of
appeal. Jn Re Jewelt and Root, 259.

5. The object of the last part of the seventh scction appears to be (on refusal
to grant the patent) to direct a proceeding whereby the applicant will be
allowed, under the particular circumstances stated, to withdraw or mod-
ify his specification ; and if he persists in the latter, to give him the benefit
of an appeal toa board of examiners. This construction is necessary in
order to make one part of the section consistent with the other. Hunt ¥,
Howe, 386,

6. OFFICE PRACTICE—FORMS OF PROCEDURE IX THE OFFICE—X0OT APPEALABLE~—
As the manner in which the Commissioner shall aid the inventor—hy
information and suitable references, so ns to assist his judgment in deter-
mining whether he shall persist in or abandon his elaim—is submitted 10
the discretion of the Commissioner, no appeal lies from his action in this
regard to the Circuit Court. In Re Chambers, 641.

EXAMINATION OF WITNESS.

See Evinesce, 24.
Nortice, 1, 3, 4.
WiTngsses, 8,

1. EVIDENCE—CROSS-EXAMINATION WAIVES oBJECTION.—Where a par
case, otherwise an incompetent witness, is produced to prove the loss %
original drawings and sketches, and is cross-examined at large, his answers
are thereby made evidence for himself. Perry v. Cornell, 63.

2. PLEA OF DISCLOSING PRIVATE AFFAIRS,—Where a witness on :
amination has voluntarily referred to his own affairs in coanectiod .jl_ﬁ
the history of the invention, he cannot on cross-examination HN:P’
divulge the full particulars of the same on the ground that it will ]
his private business, Nichols v. Harris, 302, unﬂf-

3. SM—LATITUDE DN CROSS-EXAMINATION.—Nor was it necessary for c0 uf'dj
state that the purpose of the examination was to effect the credif S8

ty to the
Y

direct €%=
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EXAMINATIOR OF WITNESS—continued.

8, a5 that would defeat its very object. Much greater Iatitude is
ed on cross-examination than on direct. [d.
) CE—PARTIAL EXAMINATION.—Where n witness has fixed the date of
the invention by reference to a device of his own invention, it is competent
¢ the other side, on cross-examination, to eall out a full description of
e device and when made, with a view of showing that the witness was
en in his dates. Td.
L TO ANSWER OX CROSS-EXAMINATION.—A witness, on cross-examina-
is bound to answer all material and proper guestions ; and his
al to do so, or the giving of an evasive answer, shows a want of fair-
jess on his part that must be considered as affecting the credit to be given
0 '_Hl testimony. Cornell v, Hyalt, 423.
E MINATION AS TO NEW MATTER.—After a witness has been examined
in chief and cross-examined, he cannot be recalled and re-examined as to
new matter. The re-examination must be confined to a reaffirmance of
hie facts already stated and in explanation of the facts stated upon cross-
gamination. A second deposition taken in violation of this rule, sup-
Hill v. Dunklee, 475.

EXAMINERS OF THE PATENT OFFICE.
Sea Orricers or THE Patext Orrick.

EXPERIMENT.
Bee ApaNposEp EXPERIMENT.

X EXPERT.

CouraraTive MeriT oF INvVENTIONS,

Cory as EvinENCE.

- Evioence or INvENTION.

- BreoiFicatioss, 2.

STy, 1.

MONY oF ExPERTS.—The testimony of practical persons versed in the art
9 which the invention relates may be considered in judging of the sub-
antial identity of the inventions. Sterenson v. Hoyt, 202.

EXTENT OF USE.
¢ IXVENTOR NOT AWARE OF THE VALUE OF THE INVENTION.

EXTENDING TIME, MOTION FOR.

See [xTERLOCUTORY ACTIONS, 3.

¥ TO EXTEND TIME—ESSENTIALS THERETO.—On a motion to extend the
me of taking testimony in an interference proceeding in the Patent Office,
& affidavits should state the names, competency, and materiality of the
itnesses to be examined. Serew Co. v. Sloan, 210.

FEE.
¢ WITHDRAWAL OF APPLICATION, 1, 2.
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FIRST INVENTOR.

Sce INTERFERENCE, 10.
INVENTOR NOT AWARE OF THE VALUE OF THE INVENTION,
Prior IxvesTiox, 2.

1. INTERFERENCE—PRIORITY OF INVENTION—FIRST ORIGINAL INVENTOR.—It is pog
gufficient to show as against a contending applicant that the invention was
original, and that the inventor bad no notice of the rival invention. The
law requires that the patentee should not only be an original, but the firsg
original inventor. Spain ef al. v. Gamble et al., 368.

2, FirsT INVENTOR—REFORE ALL oTHERs.—The expression in our statute means
that the patentee must have been the inventor first in point of time before
all others. Wellman v. Blood, 432.

FORFEITURE.

See Omigmwal INvexsTonr, 3.
Prior IsvesTion, 5.
Punsie Use axp Saig, 21.

FOREIGN PATENT.

See CoxTiNvVOUS APPLICATION.
FOREIGN PATENT—MUST BE PRIOR To INVENTION.—Semble, that a foreign patent,
to bar the domestic applicant, must have been issued before the date of

the domestic invention. Matthews v. Wade, 143.

FORM.
See Cuaxor, 1.
CoMpINATION, 3.
TpesTity oF IxvexTiox, 3. .

ISTERFERENCE, 8.
PanticuLan IxvesTioNs, 5.

FORMER COMMISSIONER, DECISION OF.

1. DECISION OF FORMER COMMISSIONER—REFUBAL TO REHEAR NOT APPEALABLE~
The refusal of one Commissioner to rehear a case decided by his prede-
cessor is not a ground of appeal to the judge. The acts of 1836 and 1
only give an appeal from the refusal of the Commissioner to issue n
In Re Janney, 86, i

2. Wo LiMiTATION oF APrEAL —Semble, that the applicant might still ar!"l
from the decision of the former Commissioner, there being in the act 80 ]
limitation of time as to the appeal. [d. jded

3. Dgoisiox oF FORMER cosmissioNEr.—The practice of reviving cased d and
by & former Commissioner upon frivolons grounds commented upoB &S
disapproved. In Re Littlefield, 574.

FORMER INTERFERENCE.

Bee DerosiTioNs, 3, 4.
New Pantv.
WiTwesars, 10,
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FORMER DECISION.
Bee Forupr Commissiosen, Decisiox or, 1.

FRAUD.
Bee Prematore Issvaxce or PaTesT.

GENERAL USE.

' Bee Pusric Usk axp Saig, 5, 14.
| Uritary, 4.

GROUNDS OF COMMISSIONER'S DECISION.

‘Bee Arrear, Grousp or, 2,

Evinexce, 7.

EXAMINATION OF APPLICATION, 4.

Rerry 1o CoOMMIBSIONER'S ANSWER.

Bevision or Commissioxer's Deoisios.
OF AFPEAL—SUFFICIENOY oF.—It is immaterial what reasons the
jommissioner assigns for his decision. His reasons may be insufficient,
nd yet the decision may be correct. Such insufficient reasons are no
pund for revising his decision. [In Re Aiken, 126,

HEARSAY EVIDENOE.
¢ EVIDENCE.

HUSBAND AND WIFE.

¢ oF WIFE INADMISSIBELE.—The wife of an applicant for a patent is an
peompetent witness for him in an interference proceeding. Nichols v.
! 302,

L]

IDENTITY OF INVENTION.

CoMBINATION, 3.

ExrErT.

INTRRFERENCE, 4, 5, 8, 12, 13, 14, 16, 18, 19,

Particorar IxvexTIONS, 2, 11,

Privorne, 2.

PrixcreLe oF Maomixe,

TIAL IDEXTITY—FPURPOEE.—Two inventions are the same in prin-
le when they produce the same result by substantially the same mode
[operation—as protecting the rear step of an omnibus by a shield moving
ith the door—notwithstanding the form of the devices and their mode of
tachment may be different.  Stevenson v. Hoyt, 202,

X7 OF INVENTIONE—BAME I¥ PRINCIPLE AND RESULT.—When two
bchines are substantially the same, and operate in the same manner to
oduce the same result, they must be in principle the same ; and it is to
und d that when the results are referred to as a test of the identity
' th mhinu, the results must be the same in kind though they may
fer in degree. Nichols v. Harris, 362.
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IDENTITY OF INVENTION—continued.

3. Form—ruinoirLe.—A machine is the same in substance as another if gy
principle be the same in effect, though the form of the machine be din‘m"'

Iﬂ R‘ Nﬂﬁ-ﬂf‘ 455, g

4. INVENTION—IDENTITY—IMMATERIAL cHANGES. —When two devices perforg,
the same function in substantially the same way, mere !iai.-llu of mechaniea]
construction—as size, position, and mode of attachment—regarded as immg.
terial to the question of identity. In Re Bishop, 519, '

IMITATION OF NATURAL PRODUCT.
See CoumposiTioN oF MaTTER.

IMPLIED LICENSE.

INPLIED LICENSE SUPFICIEST TO EXCLUDE WITNESS.—Where a person took an
assignment under an impression that a certain improvement upon the
original invention was included in the patent, and he used such improve-
ment with the consent and permission of the patentee: Heid, That he had
an implied license from the patentee to continue the use of said improve-
ment, which would discontinue upon the issuance of a patent to another
inventor, and that he was an incompetent witness for his licensor inan
interference procecding.  Serew Co. v. Sloan, 210,

IMPROVEMENT.

See Cram, 1.
EQUIVALEST, b.
Iurriep Licexse.
Urninary, 4.

INCHOATE RIGHT.

See Lacues, 1.
Prior IsvERTION, 4.
Sromer IxvExTION, 1.

INFRINGEMENT SUIT.

Hee InTERFERENCE, 1, 21,
Oate or IxvExTiON, 1.
PRISCIFLE, 2.

Prior IsvENTION, b,

INTENTION.

See AcomesT axp Desiax, 1, 2.
CoMBINATION, 8.
Pustic Use axp SaLe, 20.

INGREDIENTS.
See ComposmiTioN oF MATTER.
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INTEREST IN THE SUIT.

| See Evioewce, 1,5, 11, 12, 14, 15, 18, 20, 26,

IupLien Licexse.

TrsTimoxy, 1.

WiTsesses, 1.

IMEPETENCY OF WITNESS—INTEREST I¥ THE SUIT.—When a question is raised
15 to the competency of a witness on the ground of interest, the usual
jest is to consider whether the witness will be affected by the event of the
t; that is, whether he has an interest, legal or equitable, (if' real))
"J h will be secured or continued to him in the event of success, or lost
in the event of the defeat, of the party in whose favor he is called as a
ritne Serew Co. v. Sloan, 210,

ESTIMONY OF ABSIGNEE OR LICENSEE INADMISSIBLE.—An assignec or
8 has an interest in the issuance of a patent to his assignor or
gor as against a rival claimant. Jfd,

INTERFERENCE.
Bee ArreaLl, GroUuxD oF, 4.
! CavEaT, 1.

Diraexc, 4.

Evipexor, 1, 2, 3, 6, 11, 18.

ExrenT.

IoExtiTy or InvEsTiON, 1, 2.

lurLien Licexse.

Jurisnicrion oF CoMMISSIONER, .

MacisTraTE oF COUNBEL.

New Panrty.

New Triar, 1, 3.

OrERATIVENESS oF [XVENTION.

Power oF CosmMmissioser, 1.

PrixcirLe, 2.

Prixcirre oF MACHINE.

Priorn Invexrtiox, b, 8.

Pusuic Use axp Saik, 9, 11, 15,

Repvcrion 10 PracTicE, 4.

Renganma, 1, 2.

Uritiry, 3.
EREXCES—XOT GOVERNED BY RULIXGE IN INFRINGEMEST H['ITH.—-The
getrines ns laid down by the courts in infringement suits in considering
dether patents already granted are invalidated by prior use are wholly

pplicable to the determination of interference controversies in the Pat-
it Office where the only question is whether the Commissioner shall
ue the patent. When a patent is thus issued, its validity is still an open
gstion for the courts, and one which can be conclusively settled by the
urts only. Heath v. Hildreth, 12.

ERENCE—QUESTION 18 WHETHER APPLICANT I8 ENTITLED TO A PATENT.—
An interference between an applicant and a patentee the question is
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INTERFERENCE—continued.

whether the applicant is the first inventor; for if he is not, it is immy.
terinl to the cause who is. Warner v. Goodyear, 60,

4. IXNTERFERENCE PROCEEDIXGS—DECISIONE OF THE COURTE DO NOT APPLY.—Thy
cases cited from the books are all cazes in law or in equity in actions fop
violation of patents already granted. The proceedings before the Com.
missioner are initintory. The question is whether the patent shall by
granted, not whether it shall be vacated ; and a patent may be granted
upon less evidence than would be required to sustain or amend it, P‘,,.'
v. Cornell, 68,

4. PRIORITY OF INVENTION IMPLIES INTERFERENCE—COMMIBSIONER AND JUDGE
HavE JumspieTios.—The question of priority of right or invention neces.
garily implies interference. If there is no interference between the parties,
no question of priority can arise. Both the Commissioner in the premises
and the judge upon appeal must pass upon the question of interference as
preliminary to and as giving them jurisdiction of the question of priority.
Bain 7. Morse, 0.

NOTICE OF ISTERFERESCE ¥OT CONCLUSIVE—STILL QUESTION FOR FINAL HEAR-
ix6.—In notifying the parties to appear before him in accordance with the
provisions of the eighth section of the act, the Commissioner decides pro
hae vice, anid for that purpose only, that an interference existe.  Upon the
hearing he decides finally whether or not an interference in fact exists.
From that decision either party may appeal to the judge. Id.

. SURJECT OF INTERFEREXCE—MUST BE PATEXTABLE—AND CLAIMED BY BOTH
pARTIES.—The interference mentioned in the eighth section of the act of
1836 must be an interference with respect to patentable matters, and the
clnims of the applicants must be limited to the matter specifically set forth
in their respective specifications; and what is not thus claimed may, for
the purpose of this preliminary inquiry, be considered disclaimed.—Id.

1. Sx—Su—ArPEAL To JuDE.—Upon appeal to the judge in an interference,
the question is, does the appellant claim a patent for any matter now pat-
entable for which the other party claims a patent. Id,

8, CLAIME OF BAIX AND MORSE DO XOT NTERFERE.—IL appearing from & cOf=
sideration of the state of the art that the specifications and claims of
and Morse, respectively, must be construed ns limited to the comb
of elements therein set forth, and that there is an important difference in
the form and structure of the devices constituting these combinations,
that the claim of Bain is farther limited to the use of the invention In
comhbination with certain old devices not included in Morse's & X
Held, That no interference in fact exizts belween the respective
tions, and that each party is entitled to a patent for the matler
by him. Jd. : ih

9. INT};RIIIINEI—QUISTID!i AT 188UE.—A question eaised in connection wﬂl_
_an application not in interference cannot be considered by the judge

appeal. Ruggles v. Young, 160, n &8
10. INTERFERENCE — APPLICANT AXD PATEXTEE — QUESTION AT 1AV E~ i

interference between an applicant and a patentee, the only
importance is whether the applicant is the first inventor; for if he

it is immaterial to the case who is. Burlew v. 0" Neil, 168.
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5 SM—ADMIBSIRLE TESTIMONY IN SUCH oAsE.—Testimony taken in such
a case, showing that the patentee made the invention before the applicant,
s properly receivable in evidence, and is decisive of the cause, though the
testimony might at the same time disclose valid objections to the grant
of a patent to the patentee if that question were still open for considera-
Id.
RENCE—BUBJECT OF—HOW DETERMINED.—The nature of the inven-
on in interference is to be determined by regarding the essential prineciples
mon to the conflicting inventions, and disregarding mere formal differ-
es and the substitution of equivalents. Fearsley v. Brookfield ef al.,

! OF PRIORITY OF INVENTION—IMPLIES INTERFERENCE—INTERFERING
iwes.—The question of priority of invention can only arise in such
ner a8 to defeat an application for n patent when there is an inter-
e according to the principles of the patent law, by which principles
must exist substantially an identity ; and in the case of interfering
pachines the modus operandi may be looked to as a test. Tyson v. Ran-
n el al., 262,
RENCE DISSOLVED—DIFFERESCE IN CONSTRUCTIVE OFPERATION—IPUR-
The interference dissolved, it appearing that while there was a
ral gimilarity in the inventions of the respective parties, in the fact that
inventions contemplated the addition of Aanges to the ends of pro-
r blades, the disposition of the flange with reference to the blade was
at in each case, was intended for a different purpose, and accom-
ed & different result.  Jd,
RENCE—PFATENTEE—HOW RESTRICTED IN HIS PROOFE.—In an inter-
ce procesding a patentee is not restricted in his proofs to the exact
of invention covered by his patent that iz claimed therein. If he
to be the prior inventor of anything claimed by the applicant, the
missioner may act upon such information, and his decision thereon
&Y be reviewed by the judge upon appeal. The question iz not the
me as in a suit for the infringement of the patent. Stephenson v. Hoyl,

ERENCE—QUESTION BTATED.—In an interference the question is not
er one invention is better in some respocts than the other, but
r there is m substantial interference in the principle of the two
tions. JId.
NTABILITY OF ISSUE—FPRACTICE OF THE OFFICE—PRESUMPTIONS THERE-
sor coxcLusive.—The fact that it is the uniform practice of the
never to raise the issue of interference until after the patentability
i invention, which is supposed to be a previous and preliminary point,
been favorably settled in the mind of the Commissioner, does not raise
ssumption of patentability which iz conclusive in the further pro-
ngs in the case. Burrows v. Wetherill, 315.
REXCE—MATTER CLAIMED.—When two applications are properly in
rence upon their claims as made it is unnecessary to consider whether
are differences between the two machines which might entitle one

48
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19,

20.

21.

23.

1. INTERLOCUTORY ORDER BY JUDGE—ADMITTING XEW EViDENCE.— If, therefore,

=

3. RigHT OF APPEAL—INTERLOCUTORY DECISIONS XOT -I.HI.ILAHLK-—'“'"

o A
. DECISION OF COMMISSIONER XOT APPEALABLE.—The decision of such

INTERFERENCE—econtinued.

or the other party to a patent if the claims had been presented in a diffep.
ent shape. Spain ef al. v.Gamble et al., 358,

ISTERFERENCE — FATENTABILITY — JURISDICTION. — Construing  the gy
seventh, and cighth sections of the act of 1836 together, it is clear that gy
interference referred to in the eighth section is an interference betwegy
patentable inventions. That is a preliminary question necessarily involved
in the Commissioner's decision upon priority of invention, and may py
considered by the judge upon appeal. Jones v. Wetherill, 409,
INTERFERENOE—NOT CONFINED TO CONFLICTING CLAIMB.—An interferencs
exists between two applicants who describe in their specifications the samg
invention, although the ¢laim of one of the parties is not as broad as hig
specification. King v. Gedney, 443.

PRESUMPTION FROM PATENT—DECISIONS IN INFRINGEMENT 8UITS.—The pre-
sumption of invention arising out of the grant of the letters-patent, and
against which the defendant in an infringement suit must contend, does
not exist ns between contending applicants for patent; and the appli-
cation of the decizions of the courts to interference cases is modified by that
circumstance. Hill v. Dunklee, 475,
INTERFERENCE—PRACTICE OF THE OFFICE—PATENTABILITY OF THE ISSUE.—
The practice of the Office in determining the patentability of the invention
before the interference is declared is a proper one, and should be stricily
observed.  Chandler v. Ladd ef al,, 493,

INTERLOCUTORY ACTIONS,

See Arreal, Grousp oF, 1.

DerostTioNs, 1, 2.

Lt or ArPEal, 2, 4.

New Trian, 2, 4, 6, 6.

Power or Cosmmissioxen, 1.

Posrronivg Heanixa.

REASONS OF APPEAL.

a party has been denied the privilege of submitting proper proofs of his
invention, it is the duty of the judge, by reasonable regulations gimilar o
those directed by section 12, to pursue such a course as to afford a8
opportunity to the party to produce and lay before him on the trial hi#
proof to support his claim. Jn Re Fulfz, 178,

motion is wholly within the dizcretion of the Commiszioner, and ""“:t:“
be reviewed upon appeal to the court. Secrew Company V. Sloan, 2 Br

TIMES FOR TAKING TESTIMOAY.—Interlocutory questions which arise h’;
course of the trial before the Commissioner, such as the question = he
the times for taking testimony shall be extended, are gubmitted 1o B
sound diseretion of the Commissioner; and from his decision I'lﬂ‘:":‘é
lies to the court, unless in case of gross abuse, which is not 10 F
sumed. Wellman v, Blood, 432,
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ISSUANCE OF PATENT.

. See JURiSDICTION OF THE CoMMISSIONER, L.
Power or Cosmmissionen, 1, 2.
PREMATURE IRSUANCE oF PATENT.
Reizsvn.

Rignr or ArrEaL, G.

Repuveriox To PrACTICR, 3.

INVALIDD PATENT.
REmssug.

INVENTION.
. Bee Accipest axp Desiox, 1, 2.
| AccipEsTAL Discovenry.

Actuan Usx, 3.

Axavoaovs Use.

AnrTicLE oF MANUFACTURE.

Cuaxae, 3, 6.

Chaxae o MATERIAL.

CoMnINATIONS.

Discovery.

Dovere Use.

EguivALEsT, 2, 3, 4, b,

Evinexce or IxvesTiox, 1.

IpExTITY OF IxvExXTION, 4.

MNoverTty, 1, 2.

Oatn or InvexTION, 1, 4.

Origixar IxvesToR, 1.

PanticvLar IXVENTIONS,

Prixcireg, 1, 3, 4.

Reannaxcivg Pants oF MacHixe.

Resuvrr, 1, 2, 3.

Svrriciestiy Useron axp ImportasT, 1, 4.

Uriniry, 3.
ox—nooeLE vsE.—The application of an ordinury power to an ordi-
purpose is not an invention within the meaning of the patent law.
ane v. Walerman, 52,
-5 APPLICATION OF EXNDLESS BCREW AND WHEEL TO CAPSTAX NOT PATENT-
pLe.—The endless screw and wheel is a common mechanical power
plicable to an indefinite number of machines, and the mere application
if it to the segmental-rack or quadrant on the rudder-head for the first
ge is not an invention, although it enables the helmsman to hold and
ay the rudder with more ease. Jd. :
pusT or 1xvestion.—It is no objection that n combination appears to be
mple, and the invention not very great, if it be not frivolous and foolish.
’;.Ec Smith, 2565.

EXTION—CHANGE—IMPROVED RESULT.—When the change in the construc-
jon and mode of operntion is slight, but the consequences of that change
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INVENTION—continued.

are considerable, as established by the affidavita of persons who have made
actual tests of the devices in question, there is sufficient invention 10 wup.
port a patent. [In Re Walsh, 530.

B. ISVENTION—ICE PITCHER—COMBINATION.—In an ice pitcher, the combination o
an interior lining of porcelain or glazed ware to resist the action of
an outer metallic shield and an interposed elastic non-conducting mnteria),
to prevent the fracture of the porcelnin and intercept the rays of heg.
Held, Not to be anticipated by a double-walled pitcher composed en
of metal, in which the intervening air-space was not designed, and did ney
in fact operate, as & non-conducting medium. In Re Hebbard, 543,

INVENTOR NOT AWARE OF THE VALUE OF HIS INVENTION,

See AcoipENTaL DIBCOVERY.

ISVENTOR NOT AWARE OF THE VALUE OF HIS INVENTION.—AD inventor may
not be aware of the full value of his invention, but under the patent laws
the fact of invention, and not a knowledge of the degree of its utility, is
the proper subject of inguiry. If an inventor omits to test the value of
his invention, and fails to bring it into use, and remains ignorant of the
extent of its value, he is yet entitled to a patent as against a subsequent
discoverer. Farley v. National Steam- Gauge Co., 618,

JOINT INVENTION.
Bee Evinenor, 13.

1. SoLk AND JOINT INVENTION DEFINED—NEITHER CAN ORTAIN A SOLE PATENT.—
The man who reduces to practice the theory of another, who assisis in the
reduction of it to practice, cannot be considered as the sole inventor of
the machine. The invention consista both in the discovery of the prin-
ciple and the reduction of it to practice. In such a case neither party can
be considered as sole inventor. Arnold v. Bishop, 27.

2. JOINT INVENTOR CANNOT TAKE PATENT IN HIE OWN NAME.—A joint inventor
cannot take a patent in his own name. By the sixth section of the sct of
1836 the applicant must be the inventor. But one of several joint invent-
ors cannot with propriety be called the inventor; and if he applies for &
patent, the Commissioner is bound to refuse it, although that is nol ex=
pressly named in the seventh section as one of the grounds upon which be
is authorized to refuse a patent. Araold v. Bishop, 36.

JUDGE'S DECISION, EFFECT OF.
Bee Proceppisas serorg ComsmissioneEm, 1. on
EFFECT OF DECISION OF JUDGE ON FURTHER PROCREDINGS IN CASE.—Semblé,
the other hand, that the judge's decision will govern the further I":
ceedings of the Commissioner in the case only go far as it i# decisive
the points raised in the reasons of appeal; and if other sufficient roand of
remain for rejecting the claim for a patent, untouched by the decision -
the judge, the Commissioner may properly still reject it A

Bishop, 36.
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JURISDICTION OF THE COMMISSIONER.

ABANDONMENT; 3; 4

Evinzxox, 2.

InTeRFYRRENCE, 4, 16.

Powen or CouMMissioNEr, 3.

Pusric Use axp Sack, 2, 3, 10, 11.

¢ GRANTED—JURIBDICTION OF mnulmmﬂlu.-—wm a patent has issued,

1 jnrildl:tiuru of the Commissioner is exhausted. He has no further con-

rol over it, except in the case provided for in the thirteenth section of the

gt of 1836, when the patent is inoperative or invalid by reason of a de-

ctive or insufficient specification. Pomeroy v. Connison, 40.

RIBDICTION OF THE coMwissioNen.—The Commissioner of Patents is now

rested with the whole and only original initiantory jurisdiction that exista

p to the granting and delivering of the patent. Hunt v. Howe, 366.

JFUSAL OF APPLICATION—DELIVERY oF THE PATEST.—The jurisdiction of
y Commissioner to refnse a patent continues after interference is de-

d and until the patent is delivered. Mowry v. Barber, 583,

JURISDICTION OF THE JUDGE.
 ABARDONMENT, 3.
 APPEAL.
APPEaL, Grouxp ov, 4, B,
Boaro oF Examivens, 2.
 Qosmmissionen Axp Examisers vxoes Oath, 2.
'DELAY IN FILING APPLICATION, 2.
'Evipexce, 2, 10.
INTERFERENCE, 4, T, 9.
- IsTenLocuToRY AcCTION, 1.
Orricers or THE Patext OrrFice, 3.
 REasoNs oF APPEAL.
REnzaniveg, 1.
- Rionr or ArPEarn, 4, 10,
DICTION OF THE JUDGE—REAS0ONS OF APPEAL.—The jurisdiction of the judge
on appeal is limited and confined to the reasons of appeal ; and whatever
eight the judge may think is due to the arguments of counsel, he must
them if not within the reasons. Burlew v. O Neil, 168,

JURY.

'ﬂu DELAY 1IN FILING APPLICATION, 2.

PREMATURE IS88UANCE OF PATENT.

i}

' JUST AND REASONABLE REGULATIONS.
Rures ror TAEING TESTIMOXY.

_ LACHES.
Bee Amaspossmest, L.
Acrvar Use, 2.
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LACHES—continued.

DELAY IE APPLYING FPOR RE1ssvE.
DELAY IN¥ PILING APPLICATION.
DuiaEsoR.

DiscLosung oF IXvESTION.
Poverty.

PusLie Use Axp Savk, 19,
Secner InvEsTION, 2.

1. LACHES—DRAWING ELEVEX YEARS BEFORE—RIGHT TO PATENT FORFEITED—
When an applicant in interference with n patent issued to an original and
independent inventor, four years before his application was filed, based his
claim to priority on a drawing made eleven years before, and it did net
nppear that he had in the meantime taken any steps to perfect his inven.
tion or bring it into notice, the only explanation offered for the delay being
that he had supposed—erroneously, as it appears—that his original draw-
ing of the invention was lost: Held, That by his laches he had lost his
inchoate right to a patent. Ellithorp v. Robertson, 685.

2. The right of the first and original discoverer to a patent cannot be defeated
by a subsequent patentee unless the latter shows that the former has been
guilty of culpable neglect and laches. Spear v. Belson, 699.

=

LAPSE OF TIME.

See ARANDONMENT, 1.
Mscrosrre oF ISVENTION.
Messvae oF Proor.
Wirwesses, 6, 7.

LICENSE.

See CONSTRUCTION OF THE STATUTE.
InrFLiEn LICENSE.
Process, 1.

LIMIT OF APPEAL.

See Foruer CoOMMISBSIONER.
Rigut oF APPEAL, 6.
Tixe vor FiLING APPEAL, 1.
1. LIMITATION OF RIGHT OF APPEAL.—No appeal from the decision
missioner can be considered unleas the reasons of appeal were filed
the specified time. Greenough v. Clark, 173, B
9. LIMIT OF APPEAL ABSOLUTE—MOTION TO REHEAR DOES XOT gxTEsD.— AT
expiration of the time set by the Commissioner, under authority of soctich
11, nct of 1839, for filing the reasons of appenl, the right of appes! 1% ESC 7
nor will the pendency of a motion to rehear the case of itself cnlargt
time for filing the reasons of appeal without a special order bY the
missioner to that effect. JTd. ; hich
3. LIMIT OF APPEAL.—When the Commissioner has fixed no time within

of the Com=
within
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LIMIT OF AFPPEAlL—continued.

the party may appeal, an appeal may be taken at any time. Carfer ef al.
w. Carler et al., 388,
LIMIT OF APPEAL—MAY BE ENLARGED.—When the appeal in other respects
pursued its regular course, but it appeared that the “reasons of
ppeal ' were filed a fow days after the expiration of the limit of appeal,
t was assumed by the judge that the Commissioner, in the exercise of his
tion, had enlarged the limit of appeal. Blackinton v. Douglass, 622,
A OF APPEAL—DISCRETION OF COMMISSIONER—NOW FAR AFFECTED BY
ORDER OF THE SECRETARY.—The Commissioner may, in his discretion, en-
ge the limit of appeal from his decision; and his act in that regard is
not reviewable by the judge upoa appeal, although he so extended the
e upon the suggestion or order of the Secretary of the Interior. If he
should refuse to comply with such a request of the Secretary, a question
might then arise for the court to decide. Jusfice v. Jones, 635,

LIMITATION OF PATENT.
Hee Term or PaTENT.

LOSS OF ORIGINAL PAPER.

See Evipexce, 11.
Examimxation oF Wirsesses, 1.

MAGISTRATE OF COUNSEL.
RATE oF coussEL.—Neither upon principle nor authority is it just or
reasonable that the evidence taken in a contested proceeding in the
Patent Office should be taken before a magistrate who is of counsel for
one of the parties; and depositions so taken held to be legally incompetent
and inadmissible evidence in the case. Nichols v. Harris, 302.

MANUAL DEXTERITY.
See Emrrover axp Eserover, 3, 4.

MATTER SHOWN BUT NOT CLAIMED.

P See Prior PatesT, 2.
Brooxp PATENT vorR SAME [NVENTION.

MEASURE OF PROOF.
ABANDONMERT, 8.
Evipexce or IsvesTion, 1, 3.
IxTERFERENCE, 3, 11.
| Noveury, 1.
COrEraTIVENESSE OF [XVENTION,
OF PROOF VARIES—VERBAL DESCRIFTION OF INTRICATE DEVICES.—The
ure of proof requisite to show the date of an invention on an issue of
rity depends upon the nature of the invention, the capacity of the wit-
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MEASURE OF PROOF—continued.

nesses, and the distance of time. Where the invention is complicated of
many parts, contrivances, and devices, mere verbal description may b
insufficient to establish the priority of invention without the support of
contemporancous drawings or models. Stevens ef al. v. Salisbury, 373,

MECHANICAL SKILL. 1

See Asavocovs Use.
Cnaxar, 2, 3.
EmprLovErR axn ExMrLover, 3, 4.
IpesTiTy oF INVENTION, 4.
OriaiNaL INvEsTOR, 1.
ParTiovnaR INVENTIONS, 14.

MERITS OF THE CASE.
8de Evinescg, 10.
Reasoxs oF APPEAL, b.

MISTAKE.
See Cremican Erromn.
DELAY IN¥ PROSECUTING APPLICATION.
Term oF PATENT, 2.
WiTxesses, b.

MODE OF OPERATION. l

See IpesTiTy oF InvesTiow, 1. i
ISTERFERENOE, 13. |
IsvesTION, 4.

MODEL,

I

See Evipesce or INvENTION, 3. .

Mreasure oF Proor. !

Oarn or IsvesTiON, 2. |
PERFECTED INVENTION.

Repverios o PracTioR, 1, 5, 6. l

SPECIFICATION, 1. |

MOTION.

See LamiT oF APPEAL, 2.
New TriiL, Z, 4, 5.
EicHT oF APPEAL, 6.
Uriity, 1.

NAKED DISCOVERY.
Bee DiscoOVERY.

NATURAL PRODUCT.
See ImiTaTion oF Natvran PropuoT.
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NEGATIVE TESTIMONY.
See TesTimoxy, 3, 5§, 6.

NEW APPLICATION.
See CoXTINUOUSs APPLICATION.
Puerie Use axp Saim, 19,
Rignr oF APPEAL, 8,
Secosp PATENT For SAME ISVENTION.
WiTHDRAWAL OF APPLICATION, 1, 2.

NEW PARTY.

W PARTY—NOT A NEW casE.—When a new party is included in such re-
lturmg or new trial of an interference it does not become a new case
‘within the spirit of the rule excluding depositions taken in another case
‘not between the same parties. Following the chancery rather than the
wmmun -law practice, the new party applicant comes in subject to the
Cdepositions already taken ; and as between the original parties there is no
lack of mufuality, since the parties and the subject-matter are the same.
Carter ef al. v. Carler el al,, 388,

NEW PATENT.

Bee Equivanexr, 1.

s NEW TRIAL.
. See New Panrty,
Tesrimoxy, 2.
y Wirsgssgs, 7.
FILING A SECOND APPLICATION AFTER INTERFERENOE—STATUS oF.—The filing
a second application by the defeated party to an interference is in effect
effort to have the decision reviewed and reversed upon n hearing or
trinl of the first case; and from the refusal of the Commissioner to
lare a new interference therson between the same parties no appeal
% to the judge. [fn e Rouse, 280.

EEREARING—NEW TRIALE—NOT APPEALABLE.—Motions to rehear in chancery
and for new trinls at law are motions addressed to the discretion of the
eourt, from the refuzal to grant which there lies no appeal.  JId,

1% B, acT oF 1836, coxsTruEDp,—There is nothing in section 8 of the act
1836 which makes it imperative upon the Commissioner to declare as
‘many interferences between the same parties as the defeated party may
eek by filing successive applications. The words of the law are satisfied
by giving one trial between the same parties upon the same subject-
matter. [Id.

KB TRIAL ONLY BY LAW.—One full, fair, and impartial trial between the
me parties and for the same matter of controversy is all that any citizen
i claim under this statute or any other law known or practiced by the
tonrts of this country. Jd.

NEW TRIAL UPON MOTION —DISCRETION OF TRIRUNAL.—IF such a trial has
been had, the remedy is by rehearing or new trial, or some equivalent

49
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NEW TRIAL—continued.

proceeding in the tribunal where the first trial took place. The soung
diseretion of that tribunal must be invoked ; and from ita refusal to ingep.
fere there is no appeal. [Id.

6. SmM—Sum.—The discretion of the Commissioner ought to be governed by the
rules of law; and I know no better guide for him than the rules and prin.
ciples applicable in courts of justice in cases of rehearing and new trials,
Id.

7. JURISDICTION—POWER OF COMMISSIONER TO GRANT ¥EW TRiAL—Where the de.
cision of the Commissioner wus reversed by the judge upon the ground
that the depositions of the prevailing party were improperly taken, it is
competent for the Commissioner to grant a new trial to afford the parties
the opportunity of having their testimony fully and impartially taken,
Nichols v, Harris, 362,

NEW OATHS.
See ExXaMiNATION OF APPLICATION, 2, .

NEW USE OF OLD MACHINE.

See Axarooovs Use.
Cuaxee, 2, 3.
Urivrry, 3.

COMPARATIVE UTILITY—CAPABLE 0F USE.—If an inventor by the dint of his own
genius and discovery has found out & new and appropriate manner of
operating an old machine to produce a new result he is entitled o a patent
therefor, but he is not entitled to claim the machine itself. Where the
invention is a machine or substantial thing, which has been completed so
as to be capable of use, it is not essential to the validity of the claim thal
the success of the means made use of should be complete, or that the thing
invented should supersede anything else used for the same purposc. The
law looks only to the fact that the invention is capable of use. Burrows
v. Wetherill, 315,

NOTICE.
See EviDENcE, 3.
Finst IxvesTion, 1.
IsTeERFERENCE, 1, b,
PrEMATURE 1BSUANCE OF PaTENT.
Secrer IxvesTioN, 3.
TiME FOR FILING APFEAL, 1.

1. SHORTNESS OF NOTIOE—WAIVED DY APPEARANCE.—Objection to shortness of
the notice of taking testimony is waived by the appearance st place
examination and cross-examination of the witness. drnold v. Bishop, 28

2. INSUFFICIENCY OF NOTICE OF TAKING TEATIMONY—NOT A GROUND OF APPEAL—
The objection to the insufficiency of the notice of taking testimony ™
be made at the hearing; otherwise, it appears, it is no ground of
Smith v. Flickenger, 46.

3. Surric=sT NoricE.—A notice of eleven days before taking les
distance of four hundred miles considered reasonable. [d.

timony At ?
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NOTICE—continued,

EVIDENCE—XOTICE—WaAIVER.—Depositions taken without notice cannot be
~ read in evidence unless the other party has waived his right to notice aml
. agreed to admit them into the case. Perry v. Cornell, 66.

Su.—A notice from the other party to have the depositions produced
before o commissioner for inspection is not a waiver of the right to
" motice, nor is an offer to have the witness again before the commizgioner
for cross-examination and the refusal to cross-examine when so produced.
The party has a right to be present at the direct examination-in-chief. Id.
OTICE — OBJEOT OF—HOW WAIVED—LULE 90,—The object of notice gener-
" ally, and as provided in Office Rule 90, is to bring the adverse party before
the examining officer, and to give him the opportunity to cross-examine
* the witnesses. But iff the adverse party voluntarily comes, and is prestnt
and cross-examines, notice and proof of service are thereby waived, the
‘substance is oblained, and they are mere form. The adverse party, under
“such circumstances, is also bound to take notice of the adjournment,
- Gibbs v. Ellithorp, 702,

NOTARY PUBLIC.

BHee MaGISTRATE oF COUNSEL.
Rores or THE Patext Orrice, 3.

NOVELTY.

See ANTICIPATION.

ARTICLE oF MANUFACTURE.

Cuaxag, 2, 6.

CoMBINATIONS.

CoMpParATIVE MERIT OF INVENTION.

CouposiTiox oF MATTEE.

Desias.

Dovsie Use.

IsvEsTION, 1. 5.

Oatn or IxvEsTION, 1, 4.

ParTicvLnan InvesTions, 1, 3, 4, 5, 6, 8, 9, 10, 12, 14, 15.

PrixcieLe, 1, 4.

Process, 2, 3.

Resvry, 2.

SvrriciesTiy UsEron axp IMPoRTANT, 3.
NOvELTY—INVENTION—ENGLISH AND AMERICAN CASES CONTRASTED.—The
diffcrence between the English and the American cases on the questions of
movelty and invention relate rather to the kind and degree of evidence
required.  According to the English eases the resuit of the change nlone
‘may furnish a conclusive test of the invention and novelty, while the
American authorities hold that it must appear by some other evidence
‘than n mere inspection of the result that the effect was produced by some
"new process, device, contrivance, mode, manner, or means.  Yearsley v.
Brookfield et al., 193.
' TY—RULE I8 DOUBTFUL cAsEs.—On an application for a patent it is
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NOVELTY —econtinued.
not proper to question too vigorously the novelty of the invention. The
applicant is entitled to the benefit of the doubts that arize upon this subject,
for the reason that if his application is unjustly refused it will work ap
irremediable injury, whereas, if it should appear that the invention is ngy
new, that fact may be established in other proceedings before the courts,
In Re Cole, 539.

KEW OCCASION.
Hee Douvsie Usk.

OATH OF INVENTION.

1. OATH OF ISVENTOR PRIMA-FACIE EVIDENCE.—The oath of the inventor, unop-

posed, is some evidence of the novelty, invention, and usefulness of the
improvement. The rule of law is that a patent issuing, grounded upon
* the oath of the patentee, under such circumstances will be considered as
prima=facie evidence in an action for the infringement of a patent right,
In Re Fullz, 178.

2. (JATH OF INVENTION PRIMA-FACIE EVIDENCE—REDUCTION TO PRACTICR.—The

oath of invention accompanying the application is prima-facie evidence that
the invention therein set forth has been made, and none of the patent laws
have ever required that the invention should have been in use or reduced
to actual practice before the issuing of the patent otherwise than by
furnishing a model, drawing, and description of the invention as required
by law. [In Re Seely, 218,

3. OATH OF INVENTION—COVERS ALL MATTERS DESCRIBED.—The oath of invention

attached to the specification covers all matters described therein, and not
merely the matters specified in the claim. King v. Gedney, 443,

4. DATH OF INVESTION—EFFECT oF.—The oath attached to the application is

Ly

prima-facie evidence of the novelty of the invention disclosed therein. In
Re Wagner, 510,

OFFICERS OF PATENT UFFICE.

See Proceepixes nepoRe CoMmMissioNenr, 2.

. OFFICER OF THE PATENT OFFICE AT HEARING.—An officer of the Patent Office
may attend the hearing before the judge for the purpose of explaining the
decision of the Commissioner. He cannot be considered, however, &3
counsel for the Commissioner, nor as advocate for either of the parlies
litigant. Perry v. Cornell, 66.

. BOARD OF EXAMINERS—DUTIES OF THE EXAMINERS.—The examiners in the
Patent Office are the assistants of the Commissioner in the discharge of h‘f‘
duties, but the Commissioner cannot transfer to them, or any of them, his
own power to decide. The examination of the alleged invention requi k
by the seventh section of the law of 1836 may be made by the Commis
gioner alone, or with the aid of such examiners as lie may assign for that
purpose, but e cannot constitute them a * board of examiners,” known (@
the law as such. Ju Re Adiken, 126, tions

. COMMISSIONER AND EXAMINERS EXAMINED UNDER oATH.—Taking the sec
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OFFICERS OF PATENT OFFICE—continued.

of the acts of 1836 and 1839, relating to appeals from the decision of the
~ Oommissioner, together, it is evident that the judge succeeded to the
~ power formerly conferred upon the board of examiners to require the
.~ Commigsioner and the examiners in the Patent Office to furnish such
. information a8 they might possess relative to the matter under considera-
tion, and so held : That, an examiner might be interrogated under cath as
~ to the peculiar natore and features of the invention in dispute. In Re

Seely, 248,

OPERATIVENESS OF INVENTION.

| See APrEaL, GroUsp oF, 1.
JEERATIVENESS OF INVENTION—EVIDENCE THEREOF—BUCCESEFUL USE BEY OTH-
. ERs.—It is essential that the improvement (in case of a machine), as
described in the specification, shall, as & matter of fact, be capable of
- operating in the manner deseribed; and it will be gufficient evidence of
this fact if it shall appear in the course of testimony taken in a interference
- proceeding that the invention has been succeszful in the hands of others,
_ although the applicant himself, having a mistaken idea of the eapacity of
the machine, has failed to obtain successful results. Burrows v, Wetherill,
- 315.
' OLD ELEMENTS.
See CoOMBINATIONS.

Exrrover aNp EMPLOYEE, 1, 2.

PagTicvLAn InvENTION, 3.

ORIGINAL INVENTOR.

Hee Burpex or Proor.
4 Uxsoecessruln EXPERIMENT, 2.
DIgTiNCTION BETWEEN BUGGESTION AND DISCLOSURE OF INVENTION.—One
" person may have suggested to another the idea of some new machine, nnd
~ yet that other person may be the inventor of that peculinr combination of
- mechanical principles which is the real invention. Aikinson v. Board-
an, 80.
GINAL INVERTOR—SUGGESTIONE BY ANOTHERE MERELY AUXILIARY.—Where
“an inventor has conceived of the improvement and its principle, and is
' using reasonable diligence to perfect the mechanical details, he will not
.- deprived of his patent by the fact that another, durmg the construction
of the machine, suggested a merely auxiliary and mechanical device to
lnmrnﬂt its operation, not requiring the exercise of invention, and capable
being made and applied by any skillful machinist. Marshall v. Mee. 225,
KVENTION . OF MACHINE—IMPROVED METHOD OF USING THE saMeE.—Where a
erson has devised a new machine—as a furnace for manufacturing white
oxide of zine—bnt, baving adopted an erroneous plan for using the same
mixing the ore and fuel in improper proportions—has failed to produce
good results, another person with a full knowledge of this fact, who shall
hen discover and apply the proper method of using the machine, is not
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ORIGINAL INVENTOR—confinued.

entitled to a patent for such machine. It would be giving to him the
whole invention for the merit of discovering a subordinate part of the
same. Burrows v. Wetherill, 315,

4. ORIGINAL ISVENTOR—DELAY—EFFECT oF.—When the invention is * sug-
gested ! by one of the parties to the interforence, and is reduced to practice
by the other in accordance with such suggestion, the party first named is
the first and only inventor, and the second parly can acquire no title py
the invention by the failure of the real inventor to follow up and perfect
his invention with reasonable diligence. In such a case the invention
would be forfeited, if atall, to the public. Stearns v. Davis, 696,

ORIGINAL DOCUMENT.

See Loss or Orioivat PAPER.

PAROL EVIDEKCE.
Hee EVIDENCE.

PARTICULAR INVENTIONS.

Bee Cramus, I.
Onrigival Ixvestom, 2.

1. Bricx press.—Tt is not a mere change of form to adapt a brick press to the
manufaeture of tubular brick, by providing the mold-box with a core and
a hollow bottom or plunger fitted to discharge the tubular brick ; nor is
such a machine sufficiently analogous in its uses to be anticipated by &
cracker machine, which is similarly provided with a core and a hollow
discharging plunger ; nor is it anticipated by a brick machine with = solid
plunger and a core extending part way only into the brick ; nor by all of
these together. J[n Re Wagner, 510,

2. Buiper rams—Two inventions are not necessarily the same because they
have & common purpose. So an interference held to have been improperly
declared, it appearing that the common purpose of strengthening bridge
rails at the joints was effected in one case by using a two-part rail and
sliding the upper part upon the lower, the two parts thus reciprocally
breaking joint and supporting each other throughout their length, while,
in the other case, a short additional piece of splice-plate was fitted in
similar manner to and placed beneath the adjoining ands of the rails,
which were otherwise unaltered, and extended a short distance only from
the joint in either direction. Serew Co. v. Slean, 210.

3. Fine-Anms.—In a fire-arm, the invention of a priming-tube extending from
the cap through the charge, and perforated at its forward end next the
ball, to fire the charge at that point, is not anticipated by the nuail?-l““*
which fires the charge at the same point by different means, nor by sim
priming-tubes, which fire the charge at the rear end, the middle, and
whole length respectively, nor by all of them. It is o new combinatiof
thongh formed of the substantial constituents of each of the inven
referved to.  In Re Halsey, 459,
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PARTICULAR INVENTIONS—confinued.

o GLABS PURNACE.—The use of anthracite coal as a fuel with a blast to
- produce a diffused heat around the smelting pots in a glass furnace, held
not to be a mere analogous or double use of anthracite coal and a blast,
A2 previously used to produce a concentrated heat for various purposes
but a specification which failed to particularly describe and point out the
- mode of thus regulating the diffusion of the heat, held to be too vague and
- indefinite. Yearsley v. Brookfield et al., 193.
JLLUMINATED VAULT C0OVERS.—It being imposgible to determine upon prin-
eiple what would be the final result of substituting polygonal glasses of
- an inverted pyramidal form for the lens shaped glasses previously used in
~ illuminated vanlt covers, and the applicant having offered no evidence of
* the actual results in practice : Held, That the chapge appeared to be one
of form merely, and not patentable. Ju Re Jackson, 485,
, LETTER FILE —A blank book or letter file prepared for immediate use, by
- coating the margins of the leaves with suitable adhesive preparations at
the time of manufacture, is not anticipated by the practice of pasting
scraps or letters in a blank book not previously prepared, nor by the use
* of adhesive paper. Tn Re Smith, 255.
‘Lieutsivg rops.—When an alleged invention—which in this case consisted
~ in surrounding the part of a lightning-rod embedded in the earth with a
~ galvanic battery to facilitate the discharge of the electricity—appears to
be on principle wholly incapable of effecting the desired result: [fedd,
That the application should be rejected as not sufficiently useful and
| important. fu Ke Cushman, 560,
‘LiuE-g1LN.—The application for the first time to a lime-kiln of a blast fan,
or of both blast and suction fans, or of an arrangement wherehy the heat-
| ing of the boiler of the blowing engine is effected by the same furnace
" that heats the kiln, held to be patentable inventions, it appearing that if
| these features should operate in the manner described they would effect a
. considerable saving of fuel. In Re Seely, 248,
MANUFACTURE OF COTTON—GINNING, CARDING, AND SPINNING CONTINUOUSLY.—
‘A claim for a new principle or process of manufacturing cotton, by carding
- and gpinning the cotton in its fleecy state as it comes from the gin ina
continuous operation, and before the fibres are disturbed by baling, and
the other treatment before used in the process of manufacture to restore it
to its original state: Held, To be anticipated as a process by Bryant's
improvement on the Columbian spinner. In Re Henry, 467,
METALLIC PAINTR.—A claim for a composition of matter—a metallic paint—
possessing no new ingredient or quality in itself, and obtained by well-
‘known methods of treatment from a refuse or waste material which was
known to contain the elements of the composition in suitable proportions,
18 not rendered patentable by the fact that the applicant was the first to
utilize the waste in that manner. JIn Re Maule, 271,
PrixTing-Press.—In a printing-press, an eccentric shaft-or pin, passing
. irough or behind the platen, for the purpose of regulating the distance
between the platen and the bed, ig not the equivalent of an eccentric shaft
hich passes through the platen and erank arms, having & handle on the
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PARTICULAR INVENTIONS—continued.

extreme end, the effect of which is to lengthen or shorten the crank armg,
and so throw off or on the impression during the operation of the maching,
Ruggles v. Foung, 160.

12. BTEAM-ENGINE—HOLLOW BED-PLATE.—The application to a portable steam.
engine of a hollow bed-plate fastened to the boiler, and supporting the
operative parts of the engine out of contact with the boiler, whereby these
parts will not be affected by the expansion and contraction of the boiler:
Held, Not to be a patentable invention, in view of the fact that similar
bed-plates had previously been used in various parts of the engine for a
similar purpose. It is an obvious application and a mere double use of an
old device. In Re Blandy. 652.

13. SteaM-rrEssuRe cavaks.—Where the invention consisted in merely sub-
stituting a volute spring of a described character for the springs before used
in steam-pressure gnuges, and the inventor had actually constructed such
a spring with the surrounding parts, and had declared that the apparatus
was designed as an improvement in steam-pressure gunuges: Held, That he
had sufficiently manifested his invention to those skilled in the art, and
that it was not necessary to the completeness of the invention that he should
have actually put the device upon an engine. Farley v. National Steam
Gauge Co., G18,

14. WaTER cavoe.—In a steam-boiler water gauge, merely lengthening the
pipe within the chamber connected with the boiler by coiling the same or
by uniting several straight lengths of pipes for the purpose of increasing
the effect iz not a patentable invention. 1t is an ordinary expedient for
multiplying the heating surface, and in this sense is a mechanical equiva-
lent of the straight pipe. In Re Nutting, 455.

15. WEED cUTTER.—A combination may be new, although its clements, sepa-
rately considered, are old. Thus, where the cutting-shear or blade of &
weed-cutting plow was old, and the mechanism by which it was raised
and lowered hns been before used to perform the same office for cultivator
teeth, and in other counections : Held, That a claim to the combination of
the share and its controlling mechanism was patentable. In Re Boughton,
278

PARTY AS WITNESS.
See Evioesce, 1,4, 10, 11, 12, 13, 14, 18,

PATENT.

See AccipENTAL Discovery.
Actuar Usg, 3.
Cramug, 1.
Crerioal. Errom.
DELAY 1% FILING APPLICATION, b.
DiLigexCE, 6.
EvipexcE, 8.
IxTERFERENCE, 3, 11, 21.
JurisnicTior oF CoMMISSIONER, 2.
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PATERT—continued.
Oatn or IxvesTION, 1.
Power oF CoMMISSIONER, 2.
PREMATURE IRSUANCE OF PATENT.
Punuie Use axp Saug, 12,

TENT, CONSTRUOTIVE XoTioR.—The patent is prima-facie evidence of the title

of the patentee to make, use, and sell the invention publicly to whom and
as he deems best, and is constructive notice to all who may be concerned.
Ellithorp v. Robertson, 585,

PATENTABILITY.

See ArrEaL, GrousDp ow, 5, 6,

Cuaxag, 1, 3.

CHANGE OF MATERIAL.
Cramus, 3.

COMBINATIONS.

ComrosiTioNn oF MaTTesm.
DEsiGxNs.

EqQuivALEXT, b,

EviDExcE, 8.

IxTERFERENCE, 17, 22,
IxvERTION.

Joixr IsvesTion, 1, 2.
NATURAL PRINCIPLES.
NoveLry, 2.

ParTicULAR [XVENTIONS.
PerreoTED INVENTION.
PrEREQUISITRES TO A PATEST.
PrixcirLE, 4.

Repveriox To Pracrick, 2,4, 7.
Reavir, 1, 3.

PATENT OF ADDITION.
Evipexce, 8.

PATENTED MACHINERY.
Prockss, 1.

PATENTEE IN INTERFERENCE.

Evinexce, B.

INTERFERENCE, 2, 10, 11, 15.
PREMATURE IMSUANCE OF PATENT.
Prior InvexTION, B.

RepvcTion To PRACTICE, 4.

PATENT LAWS.
DigcoveEry, 1.
Oarn or IxvexTOR, 2.

50
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PATENT LAWS—continued.

See REpvctiox To PracTiCR, 1, 2.
Runes or Tue PaText Ovrice, 1, 4, B.

PERFECTED INVENTION.

PRIOE ISVENTION—PERFECTED INVENTION, WHAT—HOW MANIFESTED.—To con.
stitute a perfected invention which will entitle a party to a patent, it is
not necessary that he should have actually constructed the machine which
is the subject of his invention. If, having conceived a valuable idea, he
hng manifested it before the world in any form which evidences the com.
pleteness of the idea, and which is sufficient, when communicated to others,
to enable those skilled in the particular art to reproduce his invention, he
has done enough to entitle himself to a patent, and this whether such
evidence consist of written description, drawings, models, or a complete
machine. Farley v. National Steam- Gauge Co., 618,

PERJURY.

See WiTNESSES, 5.

CREDIT OF WITNESS—BUBORNATION—EFFECT oF.—A witness who gives false
testimony as to one particular cannot be credited as to any, according to
the legal maxim falsus in uno, falsus in omnibus. And if there be reason
to suppose that his perjury or prevarication is the result of subornation, it
affords a reasonable ground in a doubtful case for suspecting the testimony
of other witnesses adduced by the same party. Wellman v. Blood, 432,

POSTPONING HEARING.

COMMIBSIONER MAY POSTPONE HEARING UPON His owx MoTion.—There is nothing
in the laws relating to the Patent Office, or in the rules adopted by the
Commissioner, to prevent him from postponing, upon his own motion, the
hearing of & cause, if in his opinion the justice of the case ghould require
it, and especially for the correcting of irregularities in matters of form.
To deny him this power would be to stifie justice in her own forms.
Smith v. Flickenger, 46.

POWER OF COMMISSIONER.

See Ouzricat Enrmon.
DELAY 1¥ FILING APPLICATION, 1.
ExaMi¥aTios pr APPLICATION, 1, 6.
IsTERLOCUTORY AcCTION, 2.
Jumispiorion o tHE ComsissioNse, 1.
Limit oF APPEAL, 1, 4.
New Triar, 7.
Ovricers or THE Patest OFrFick, 2.
Postroxivg Hearive.
Prockgnixes pEFoRE CoMMIssioNER, 2.
Pusrie Use asv Savg, 4.
Bruvoerion To PracTioR, 3.
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POWER OF COMMISSIONER—continued.

See Renmanmive, 1, 2.
Remssvg.
RuLes ror Taxiwo TesTIMONY.
Ruies or tuE Patest Orrice, 2.
Svrrioientey Uskrun axp IMrorTaxT, 2, 8,
Tive ror FILING APPEAL, 2.

. PowER OF COMMISSIONER CONTINUES UF TO ISSUANCE o¥ paTEST.—The power
vested in the Commissioner to examine and determine the right of an
applicant to a patent continues until the patent actually izsues, and is not
exhausted by any preliminary or intervening opinion he may form—as a
decision in an interference case—which does not result in the grant of a
patent. It is his duty to be satisfied at the moment of issuing the patent
of the existence of all the conditions necessary, under the seventh section
of the act of 1836, to a valid grant. Matthews v. Wade, 143.

Su—rower or coumsissioNen.—The Commissioner of Patents, up to the
moment of issuing the patent, has the discretion to rehear a case before
decided by him, and ought to do so until his mind is convinced that the
patent is to issue to the true inventor. In Ke Rouse, 186.

. POWER OF COMMISSIONER PLEXARY WITHIN 178 LiMiTe.—It is troe that the

jurizdiction of the Commizssioner of Patents i= a limited one, but it is

equally true that it is to be understoosd not only from what is expressly
stated, but from what ought necessarily to be inferred, and is as absolute
within its proper legal limits as o tribunal of general jurisdiction would be.

Hunt v. Howe, 366,

. Powenrs oF THE comMigsioNEr oF PATENTE.—While the Commissioner must

look to the statutes creating his office and defining his duties for every

power which he can exercize, it by no meang follows that every power and

Jurisdiction must appear upon the face of the statote in words of express

reference and definition. It would be a strange construction of the law

to require the Commissioner of Patents to issue a patent upon o state of
factz which, when made apparent to a court of law or equity, would re-
quire the court to pronounce the patent utterly void. It is said that the
law never requires vain things to be done; but to require the Commis-
gioner of Patents to issue n worthless and void patent would be worse

than vain—it would be to direct that persons should be armed with a

warrant, under the great seal of the United States, to go into all the

courts of justice in the land and hunt down their fellow-citizens with

oppressive, idle, and vexatious litigation. Wickersham v. Singer, 645.

POVERTY.

See MuiceNcE, G.
nEs—rovERTY.—Poverty of the inventor and inability to engage in the
manufacture of the invention considered as excuses for delay. Hill v.

Dunklee, 475,

PRACTICE OF THE PATENT OFFICE,

See DerosiTions, 1.
ExaMizaATION OF APPLICATION, B,
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PRACTICE OF THE PATENT OFFICE—continued.
See InTERFERENCE, 1, 3, 5, 17, 22,

IsTERLOCUTORY AcTiOoNg, 3.

NoTicg,; 5.

Powen oF CoOMMISSIONER, 1.

Postroxixe Heanivg.

PREMATURE ISSUANCE OF PATENT.

FRAUD I¥ PREMATURE ISSUE OF PATEXT XOT CONSIDERED IN AN INTERFERENCE—
QUESTION FoR JURY.—The question of frand involved in the premature
issue of a patent to one of two conflicting applicants, without notice to
the other, will not be considered by the judge upon appeal in an inter-
ference between the patentee and the applicant. It must be tried by a
jury in a direct suit brought for that purpose. Burlew v. O Neil, 168,

PREREQUISITES TO A PATENT.
See Powen oF COMMIESIONER, 1.
Repvoriox to PracTicr, 3.
Scrriciestey Useron axp IMrorTAxT, 2.

PREREQUISITES TO A PATEST—APPLICATION DULY FILED—REDUCTION TO FRAC-
Tick.—Where an inventor has complied with the provigions of the law by
duly filing an application clearly showing and describing the nature and
operation of the invention by specification and drawings verified by oath,
he has reduced the principle of the invention to practice for the purpose
of obtaining a patent; and if the invention is patentable, he is entitled to
the grant of a patent therefor. Burrows v. Wetherill, 315.

PRESUMPTIONS.

See ACQUIESCENCE,

Apsigsioxs or Panry, 2.

Exrrover axp Emrroves, 1, 2.

INTERFERENCE, 1T, 21.

PATENT.

Possic Use axp Savk, 12, 13, 18,

WiTsgsses, 3; 4.

PRIMA-FACIE PROOF.
See Bunrnex or Proor.

Esmrroven axp EmrrLoves, 1.
Oatn orF Ixvestios, 1.

PRINCIFLE.
See ComrosiTion or MatTER, 4.
Dovere Use.
Usspcopssrun ExreniMesTs, 1. -
1. PRINCIPLE—HOW APPLIED—NEW CONTRIVANCE ok MEaxs.—The doctrine tha
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PRINCIPLE—confinued.
a discovery of a fact or principle, when practically applied to produce
some new and useful effect in the arts, is patentable, is modified by the
condition that the new effect must be produced by means that are new, by
some invenfion, some contrivance, or the production of something that did
not before exist. [In Re Kemper, 1.

2. PRINCIPLE OR EFFECT XOT PATENTABLE.—There cannot be a patent for a
principle, nor for the application of & principle, nor for an effect. Two
persons may use the same principle and produce the same effect by differ-
ent means without interference or infringement, and each would be
entitled to a patent for his own invention. Hain v. Morse, D0,

3. INVESTION—PRINCIPLE THEREOF—INADEQUATE DEVICE FOR CARRYING INTO
EFFECT.—The most important part of an invention may consist in the
conception of the original idea, in the discovery of the principle in science,
or of the law of Nature, stated in the patent, and little or no pains may
have been taken in working out the best manner of practically applying
that principle to the purpose set forth in the patent. Still, if the principle
is stated to be applicable to any special pnrpose, g0 as to produce any
result previously known in the way and for the purpose described, the
patent is good. Hurrows v. Wetherill, 315.

4. PRISCIPLE—FPRACTICAL APPLICATION THEREOF—SUBSEQUEXT INVENTIONS OF MA-
cHINERY.—A well-known principle or troth of natural science, as well
as a newly-discoverad one, is patentable to the one who first applies it to
the useful arts ; but having been once made known and applied, any sub-
sequent application of it, even though more perfect, must, to insure n
patent, rest upon the new machinery or combination of machinery, and
not upon the principle the novelty of which has been exhausted. J[In Re
Henry, 417.

PRINCIPLE OF MACHINE.

See Awarosous Usk.

Craxce, 1.

Craims, 3.

Doverre Use.

Exrrover isxp EMPLOYEE, 3.

EquivaLexsT, 3.

IpexTiTy oF IsvesTiox, 1, 2, 3.

INTERFERENCE, 16.

Joixt IsvesTiOoN, 1.

Orricees or THE Patest Orrice, 3.

Onrioiwar Isveston, 1, 2,

PrEREQUISITES TO A PATEST,

Result, 3.
Puixcirre or smacmye.—The true legal meaning of the principle of a machine
with reference to the patent act is the peculiar structure or constituent
parts of such machine. The principles of two machines may be very
different, though their external structures may have great similarity. [In
Re Boughton, 278,
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PRIOR INVENTION.

Bee ABANDOXMENT, 1, 6.
Apavpoxenp EXPERIMENT.
Acruarn Usg, 2.
DATE oF INVENTION.
DILiGEXCE.
Drawixas, 1.
Eurrover axp Ewrvoves, 1, 2, 3, 4.
EvinExce, 16.
Finar IsveExToRr, 1, 2.
Formiey PaATEST.
ISTERFERENCE, 1, 2, 4, 10, 13, 15, 19, 21.
ISVENTOR XOT AWARE OF THE VALUE OF THE INVENTION.
Liacugs, 1.
Measvre oF Proor.
OricinaL IxvesTor, 1, 2.
PERFECTED INVENTION.
Powen oF CoMMISBSIONER, 2.
PrixcIPLE, 3.
Prion PatesT, 1, 2.
Popuiec Use asp Sauk, 15.
RepueTtios T0 PRACTICE.
BronerTiTiors PATENT.

1. Priok INVENTION—ACT OF 1836—XNEED NOT BE REDUCED TO rrACTICE.—The
sixth section of the act of 1793, in enumerating the defenses to a patent,
exprossly specified that the prior invention must have * been in use'
Under the corresponding section (section 15) of the act of 1836, from which
these words are carefully excluded, the defense * that the patenies was not
the original and first inventor or discoverer of the thing patented " is
complete without showing that the first inventor had put his invention
into practice. Heath v. Hildreth, 12.

2. PRIORITY OF INVENTION—SATURE oF THE 188UE.—Upon the issue of priority
of invention, the question is not whether one of the parties obtained
better results than the other, but rather which of the parties first invented
or discovered the subject-matter in controversy. Matthews v. Wade, 143.

2. PRIORITY OF INVENTION—FIRET TO OONCEIVE—REASONABLE pruigexce.—He
who first conceives of an invention, and uses reasonable diligence in per-
fecting the same, and does perfect it, is entitled to the patent as against an
inventor who was later to conceive but first to reduce the invention to
practice. Marshall v, Mee, 229,

4. PRIOR INVENTOR—FIRST TO CONCEIVE AND DISCLOSE TO OTHE
tion being an intellectual process or conception, for the pur
who, in point of time, is the prior inventor, he who first m
sufficiently by describing it in words or drawings will be consi
the first discoverer, and vested with an inchoate right to its ex
which he may embody, perfect, and make absolute by proceedi
ture it in the manner which the law requires. Hill v. Dunklee, 475

5. SM—REARING OF DECISIONS IN INFRINGEMENT guiTs.—The dicte of the judge®

pg.—An inven=
pose of showing i
akes it knmown

dered to be
clusive Wk
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PRIOR INVENTION —continwed.

' in infringement suits, to the effect that the person who reduces the inven-
tion to practice, and he only, iz entitled to a patent, are not applicable to
all cases of interference, but they may well apply fo those eases where,
~ from a long and unreasonable delay and unsunccessful experiments, or an
. acquiescence in the inventions becoming public, evidence is furnished of
an abandonment by the person claiming to be the first and original in-
- ventor, so that his prior right is forfeited and lost. [d,
, FRIORITY OF INVENTION—REASONADLE DILIGENCE.—He who invents first shall
 bave the prior right, if he is using reasonable diligence in adapting and
- perfecting the invention, although the second inventor has in fact perfected
~ the same and reduced it to practice in positive form, (Reed v. Cutter, 1
. Story, 590.) Chandler v. Ladd ef al., 493.
FRIOR INVENTOR—FIRST TO CONCEIVE—DUE DILIGENOR—UNSUOCESSFUL EX-
- PERIMENTS.—The first inventor is not necessarily the one who made and
- perfected the first machine or instrument, but he who appears from the
* evidence to have been the first to conceive the idea, and to so describe it
* by words or drawings that a skillful workman would be enabled to bring
it into useful, practical operation ; for such a person shall be said to have
~made the first claim, and will be protected against the claim of any sub-
 sequent inventor who may have been first in adapting & machine or instru-
~ ment to the invention, provided such first discoverer has been using due
- diligence in effecting the same end, and that, although he may have bven
unsuccessful in some of his experiments, if, by following them up, he at
 length succeeds. Davidson v. Lewis, 599,
FUBLIC USE AND SALE—QUESTION OF PRIORITY NOT DETERMINED,—When on
! lppeal to the judge it appears from the testimony submitted in an interfer-
‘ence proceeding between an applicant for a patent and a patentee that the
| applicant is debarred from receiving a patent by reason of the public use
of his invention, it is unnecessary to determine the question of priority of
dn“ntmn Justice v. Jones, 035,

PRIOR USE.
Bee Prior IxvexTion.

PRIORITY OF INVENTION.
See Puion IsveNTION.

PRIOR PATENT.
SBee Equivavrest, 1.

Formioy PatesT,

Skcosp PATENT POR sAME TNvENTION.
R PATENT—MUST BE PRIOR TO INVENTION, KOT APPLICATION.—It i8 evi-
dent from a comparison of the seventh section of the act of 1836 with the
hy eighth, and fifteenth sections that the patent which would bar the
: Ing of a patent to the applicant must be & patent issued prior to hiz

miion, and not merely prior to his application. Heath v. Hildreth, 12.
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PRIOR PATENT—eontinued.

2. MATTER BHOWK IN PRIOR PATENT—EFFECT OF.—A subsequent inventor m
have a patent for matters included in a prior patent, but not parl.icuhr],
specified and claimed therein, if he be an independent inventor, and the
invention was not perfected, but was abandoned by the patentee, Ste-
phenson v, Hoyt, 202,

PRIVATE USE.
See PunLic Use anp Saik, 14,

PROCEEDINGS BEFORE COMMISSIONER.

See ArPeaL, 1.
Evipesce, 9, 10.
EXAMINATION OF APPLICATION, G.
IsTERFERENCES, 3, 6, 17.
Lttt oF AppeaL, 2.
PupLic Use axp Sacg, 2.
Reagox2 OoF APPEAL, 10,
REnEARING, 2.
RIGHT »OF APPEAL,; 1.
TiMe FOR FILING APPEAL, 1.

1. PROCEEDINGS IN THE OFFICE SUSPENDED.—After the Commissioner has laid
before the judge the papers and evidence in the case, together with the
grounds of his decision, the case is no longer before the Commissioner.
Nothing further can be done in the case in the Patent Office until the
decision of the judge and his proceedingz shall be certified to the Com-
missioner. Jn Re Aiken, 130,

2, JURISDICTION OF THE COMMISSIONER—CONTROL OVER THE PROCEEDINGS IN THE
oFFicE.—The proceedings in the Office are all under the superintend-
ence and control of the Commissioner, who acts immediately under the
law, and who is uncontrolled in the discharge of the duties of his office,
except so far as an appeal is expressly given by law. Matthews v. Wade,

143,

PROCESS.

1. PROCESS—PATENTED MACHINERY.—It seems that the use of a mew process
involving patented machinery must-be by the license or permission of the
patentee or his assigns. Jones v. Wetherill, 409,

2. SM—TEST OF NOVELTY—IMPROVED RESULT.—In support of a claim for a new
method or process, it must appear that the result produced is an improve=
ment in the trade—using those words in a commercial senge, a8 meaning
the manufacture of the article as good in quality and at a cheaper rate, OF
better in quality at the same rate, or with both of these consequences ;
partially combined. [Fd. it i

3. PROCERS—XOVELTY OF DEVICES IMMATERIAL.—Upon a claim for a process %
is unnecessary to inquire as to the novelty or utility of the arrangemes
of machinery described in the specification; for however novel or il
the arrangement or combination may be, if it be not the ground of ¢
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! PROCESS—continyed.
- and relied on as such, no patent will be issued for it upon such a claim.
In Re Henry, 467.

PROPORTIONS.
See Cnaxar, 1.
Srcoxn PaTexT ron sAME IXVENTION.

FUBLIC POLICY.
See Apumissioxs or Party, 2.

PUBLIC USE AND SALE.

See Anaxpoxumest, 2.
ACQUIESCEXCE.
CoxsTRUCTION OF STATUTES.
PatesT.

FPrior Ixvestion, 8,
Seceer Ixvestion, 2, 3, 4.

I0ATION RARRED BY PURLIC UsE.—Under the provisions of section 15 of the
_ mct of 1836 and the seventh section of the act of 1839 an application will
be barred by proof that the invention has been in public use for more than

. two years prior to filing the application. _Arnold v. Bishop, 28.

PUBLIC USE AND ABANDONMENT—COMMISSIONER MAY INVESTIGATE—DUE FRO-

oEEDINGS.—The Commissioner of Patents has jurisdiction to try and deter-
mine the questions of public use and abandonment arising in connection with

~ an application by due proceedings suitable to the nature of the inquiry.

. Hunt v. Howe, 366,

SM—Su—sEcTIONS 6 AND T, ACT 0¥ 1836, coxsTRuEn.—The negative prerequi-

#ites to n patent—that the invention has not been in public use or on sale,

- &ec.—as mentioned in the sixth section of the act of 1836, are equally binding

upon the Commissioner with the others therein named, and are expressly

. submitted to his examination by the opening provisions of section 7 of
the same act. Jfd.

B SM—MAY COMPEL ATTEXDANCE OF wiTNEssgs.—It would seem that the

'Commissioner has power to compel the attendance of witnesses for the

. purpose of investigating the questions of public use and abandonment

~ under the clause of section 12 of act of 1839, providing that the Commis-

sloner shall have power to make such regulations in respect of the taking

* of evidence to be used in contested cases before him as may be just and

. reasonable. [d.

PreLic vsk—SECRET USE.—A public use, ag meant by the statute, is a use in
public. The invention need not be generally adopted by the public.

Public is not equivalent to general use, but is distinguished from secret

. use—used in & public manuer.  Jd.

COXSENT AXD ALLOWANCE—PRESUMED FROM cOXDUOT.—When the machine of

A rival inventor lhas been publicly used for years, with the knowledge

51
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of the applicant, or of which he might have had knowledge, he will he
presumed to bave acquiesced in and consented to such public use of the
invention. Jd.

7. BM—SM—BALE—ABANDONMENT—HREFURCHABE.—An unconditional sale by the
inventor himself of his invention, together with a machine embodying the
invention, more than ten years before filing the application, and the public
exhibition of the machine by the purchaser, is conclusive proof that the
invention was in public use, with the consent and allowance of the
inventor ; and he cannot then resume his right to a patent by the repur.
chase of such invention and machine. J[d,

8. PUBLIC USE FOR TWO YEARS—SECTION T, ACT oF 1830.—Under the sevénth
section of the act of 1836 an inventor cannot obtain a patent if his inven-
tion was in public use more than two years prior to filing his application.
Rugg v. Haines, 420.

0. SM—ESTARLISHED BY TESTIMOXY I¥ INTERFERENCE.—An applicant must be
rejected upon testimony taken in an interference proceeding showing a sale
and use of the invention more than two years prior to filing the applica-
tion. JId.

10, PupLi¢c USE OR SALE—JURISDICTION OF THE coMsissioNes.—Under the
seventh section of the act of 1836, directing the Commissioner to cause an
examination to be made of the alleged new invention, and to issue a patent
if it shall not appear, infer alia, that the invention had been in public
uge or on sale with the applicant’s consent or allowance prior to the
application, the Commissioner has authority to investigate and deter-
mine the question of public use arising in connection with an application
for a patent. Mowry v. Barber, 563,

11. PupLic USE OR SALE—TESTIMONY IN INTERFERENCE.—Where it appeared from
the testimony taken in an interference proceeding that the invention
claimed by the applicant had been in public use and on sale for more than
two years prior to filing his application : Held, That the Commissioner
was authorized to reject his application for that reason. Jd.

12. PRESUNMPTION OF PUBLIC USE FPROM GRANT OF PATENT.—The fact that a
patent was taken out by another inventor four years before the application
in question was filed raises a strong presumption that the invention has
been in public use with the consent and allowance of the applicant, and
in the absence of any proof that the patent was surreptitiously or unjustly
obtained casts the burden of proof on the applicant to show that the fact
is otherwise. Ellithorp v. Robertson, 585.

13. Su.—The obvious purpose of incurring the expense and trouble of taking
out letters-patent is to carry the invention into public operation, use, and
sale, and it is natural to suppose that this the patentee has done. Id.

14. Usk UNDER A PATENT, PUNLIC USE—DISTINGUISHED FROM SECRET AND PRIVATE
vsg.—The use and sale of an invention under n patent is a public _"""'
within the meaning of section 7 of act of 1836, although such use is limited
by the grant or monopoly to the patentee and those deriving title under
him. It is not meant by the statute that there must be a general knowl-
edge of and right to use the invention. The words  public use ' mean use



InpEx, 771

PUBLIC USE AND SALE—continued.

in public, as distinguished from secret or private use ; and such a use by a
single person will defeat the patent. Jd,

15, PUBLIC USE Ot SALE—CORSETS—TESTIMONY IN INTERFERENCE.—Where it ap-
peared from the testimony submitted in an interference that the applicant
in the case—the other party being a patentee—had permitted several per-
sons to make, for thelr own personal use and wear, corsets embracing his
invention, without restriction or reservation, for more than two years before
his application was filed : Held, That his application was barred under the
law by reason of public use, and that it was unnecessary under such
circumstances to determine the question of priority of invention. Black-
infon v, Douglass, 622,

16. PUBLIC USE AND SALE MY ANOTHER—ACQUIESCEXCE OF INVEXTOR.—The omis-
gion by an inventor to apply for a patent within two years after he learns
that another is publicly using the invention and elniming it as his own,
and the failure to interpose any warning or objection whatever, makes out
u clear case of disability to prosecute a claim for a patent within the
seventh section of the nct of 1839, Justice v. Jones, 635.

17. The meaning of section 7 of the act of 1839 is given by inverting the order
of the parts of the section 0 as to read as follows: No patent shall be
held to be invalid by reason of such purchase, sale, or use prior to the
application aforesaid, except on proof that such purchase, sale, or prior use
has been for more than two years prior Lo said application for a patent, or by
abandonment of said invention to the public. Wickersham v, Singer, 645.

18, PreLIC USE AND BALE—CONSENT AND ALLOWANCE.—The acquiescence of an
inventor in the public use of his invention can in no case be presumed
when he has no knowledge of such use; but this knowledge may be pre-
sumed from the circumstances of the case. (Shaw v. Cooper, 7 Peters, 203.)
Id.

19. W. filed an application for the invention in 1850, which was at once re-
turned to him as informal. In the same year he transmitted new drawings
and specifications, omitting therefrom the invention in dispute. Upon
further objection he withdrew the application in 1851, received the return
fee, and took no further steps until he filed a new application, October Gth,
1858. 5. made application for a patent ih 1850, obtained a patent in 1851,
and put the invention into extensive public use from 1853 on; of all of
which facts W. was fully informed as early as April, 1866: Held, W. had
abandoned the invention by not using due diligence in applying for and
prosecuting his application for a patent; that his application of 1858 did
not relate back to the date of the original application, and that his right
to the patent was barred by reason of the public use and sale of the in-
vention, with his consent and allowance, more than two years prior to
filing his second application. [fd.

20. Sm.—Whatever may be the intention of the inventor, if he suffers his in-
vention to go into public use through any means whatever, without an
immedinte assertion of his right, he is not entitled to a patent; nor will a
patent obtained under such circumstances protect his right. (Shaw v,
Cooper, 7 Peters, 29.) Savary v. Lauth, 591,
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21. B. invented and perfected and privately used the invention in 1853, [y
1858 his neighbor 8. independently invented and patented the same thing,
and put it into public use with the full knowledge of B., who applied for
a patent one year later : Held, That B. has shown gross and culpable neg.
ligence, and has forfeited his right to a patent.  Spear v. Belson, 690,

REARRANGING PARTS OF MACHINE.

INVENTION—REAREANGING AND BIMPLIFYING MACHINE PATENTABLE.—HRearrang-
ing the parts of a machine so ns to dispense with several expensive pieces
before considered necessary, thereby simplifying the machine and i rov-
ing its operation, is a patentable invention. Wellman v. Blood. 432,

REASONABLE DILIGENCE.
See DiLiGENCE.

REASONABLE NOTICE.
HSee NoTive.

REASONS OF AFPPEAL,

Hee AxswiEr To HEasoxs oF APPEAL.
APPEAL.
ArPEAL, GROUSD OF, 3, G,
ExXAMINATION OF APPLICATION, 4.
Grovyp or Coummissioner's Drcisios,
Jupae's Decigior, EFFECT OF.
JumispicTioN oF THE JUDGE.
Lamir oF APPEAL, 1, 2, 4.
Revigton oF Cosmsmissioser's Decisios,
Tiwg FOR FILING APPEAL, L.

1. REASONS OF APPEAL—COMMISSIONER AND JUDGE CONFINED THERETO.—By the
eleventli section of the act of March 3d, 1835, the judge is to confine his
revigion of the Commissioner's decision to the points involved in the rea-
sons of appeal, and the Commissioner is to lay before the judge the grounds
of his decision touching the same points. JIn Re Kemper, 1.

2. Reasoxs oF ArPEAL—By the eleventh section of the act of 1839 the revision
of the decision of the Commissioner is to be * confined to the grounds of
his decision, fully set forth in writing, touching the points involved by the
reasons of appeal.”  Cochrane v. Waterman, 52.

3. JURISDICTION OF JUDGE—REASONS 0P APPEAL.—By limiting the jurisdiction of
the judge to the points involved in the reasons of appeal, the law has
affirmed it to that extent. Bain v. Morse, 90,

4. Jumispierios or Jupee.—By the eleventh section of the act of 1830, in case
of an appeal from the decision of the Commissioner rejecting an application
for n patent, the revision of the judge is confined to * the points involved
in the reasons of appeal ™" filed in the office. JIn Re Winslow, 123.

5. VAGUE AND INDEFINITE REASONS 0¥ ApPEAL.—Where an application is rejec
for lack of movelty, assignments of error that the *decision is in oppo=
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sition to a clear apprehension of the merits of the case,” and * inconsistent
with the precedent,” are too vague and indefinite. Jd.

6. REABONE OF APPEAL—MUST AsslGX ERRoR 1¥ DECIsioN.—The insufficiency of
the Commissioner’s reasons is not of itself evidence that his decision was
wrong, and is not, therefore, a good  reason of appeal.” In Re Aiken, 130,

7. REasoxs oF APPEAL.—An objection to the opinion of the Commissioner in
regard to the sufficiency of a reference is not a good reason of appeal.
Whatever may have been his opinion, his decision may have been correct.
In Re Crooker, 134,

8. Exgok ¥ JUDGMENT, NOT I¥ REAs0¥ixG.—The reasons of appeal must show
that the decision of the Commissioner was wrong, and not merely that he
was mistaken in his reasoning. Id.

9. REASONS OF APPEAL—DECISION CONFINED THERRTO.—The refusal of the Com-
misgioner to receive as evidence certain certificates of manufacturers and
others not having been assigned as error in the reasons of appeal, cannot
be considered as such by the judge npon appeal. Jillson v. Winsor, 136.

10. REASOXE OF APPEAL—WHEN ONCE FILED, MUST BRE HEARD AXD DRCIDED.—The
filing of the reasons of appeal is & proceeding in the Office over which
the judge has no control. If the Commissioner has received and filed the
reasons of appeal, the judge cannot order him to strike them out. They
must be heard and decided ; and when brought before him on appeal, if
they are not valid, he will overrule them. Matthews v. Wade, 143.

11. VALID REASON OF APPEAL—No reason of appeal can be regarded as valid
which would not justify the Commissioner in refusing the patent. [d.

12. REASONS OF APPFEAL—FORM OF—VAGUE AND INDEFINITE.—A reason of appeal
# ghat the decision rejecting the application was against the evidence and
the weight of evidence" is entirely too vague and indefinite to be consid-
ered within the provisions of the eleventh section of the actof 1839 as a
substantive reason of appeal, * specifically set forth in writing."! Black-
infon v. Douglas, 622,

13, Su—Su.—No assignment of error can be regarded as sufficiently specific
which does not point out the precise matter of alleged error with reason-
able certainty. Jd.

RECORD,
See Eviomxce, 10, 11, 15, 26.
REPLY To COMMISBSIONER'S ANBWER.

REDUCTION TO PRACTICE.

See Acruar Uss, 2, 3.

APPEAL, GROUND OF, 1.

APPLICATION.

Divioexce, 1, 3, 5.

Jorwr IsveExTION, 1.

Oatu or IxvesTioN, 2.

OPERATIVENESS oF [NVEXTION.

Oriaivar Isvesror, 3.
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REDUCTION TO PRACTICE—continued.

See PenvecTED [NVEXTION.
PREREQUISITES TO A PATENT.
PurixcirLe, 3.

Prior INvENTION.
Ussrccessrul ExpERIMENTS, 1.

REDUCTION TO PRACTICE—XOT REQUIRED BY LAW TO OBTAIN 4 PATENT.—Nooe

of the patent laws have ever required that the invention should be in use
or reduced to practice hefore the issuing of the patent otherwise than by a
model, drawings, and specification containing a written description of the
invention. [eath v. Hildreth, 12.

PUTTISG INTO USE—UNITED STATER AND ENGLISH LAW CONTRASTED.—AS distin-

guished from the English law—that if the thing is in use before the issuing
of the patent the patent is void—our law (section T, act of 1839) provides
that the use of the thing, even by leave of the inventor, for two years
before his application for a patent, shall not invalidate it; a forfiori, the
use of it by a third person o subsequent inventor after the first inventor,
and before the issuing of the patent to the first inventor, without his con-
sent, will not be a bar to such patent. Jd,

PREREQUISITES TO A PATENT ARE ALL SPECIFIED [N BECTION 7 OF ACT OF

1836.—By the seventh section of the act of 1836 the Commissioner is bound
to issue a patent upon the compliance on the part of the applicant with the
econditions there named, and upon the appearance of certain facts; and the
reduction of the invention to practice is not named as one of these con-
ditions. Td.

. REDUCTION TO PRACTIOE BY SECOXD INVENTOR IMMATERIAL.—There being no

law which requires the inventor to put his invention into practice or use
before obtaining his patent, it is immaterial to him whether the second
inventor has put it in practice or not. That fact cannot affect his rights
when involved in interference with a patentee under the eighth section of
the act of 1836. Neither that section nor any other section of that or any
other act makes the right of the patentee or of the applicant depend upon
the fact of the invention being reduced to actual practice, except in the
case of the alien patentee. Id,

5. REpUroTiON TO PRACTICE NOT RRINGING INTO USE—COMPLETION OF THE INVEN-

Ti0%.—The expression “reduced to practice " does not import the bringiog
the invention into actual use. When applied to an invention; it generally
means the reducing it into such form that it may be used so as not o be
a mere theory. A small model, demonstrating the practicability of the
invention, iz a suficient reduction to practice. Size is of no importance.
Id.

6. REDUCTION TO PRACTICE DEFINED.—AnN inventor has reduced his invention to

practice when he has so described it upon paper, with such drawings or
model as will enable any person skilled in the art to make and use the
same; but he is not obliged to furnish deawings or model until he makes
his application. Perry v. Cornell, 68,

7. PHILOSOPHICAL SPECULATION—REDUCTION TO PRACTICE.~—Where the inven-

tion is not of & mere philosophical speculation, absiraction, or theory, but
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of something corporeal, something to be manufactured, the applicant need
not show that he has reduced his invention to practice otherwise than by
filing his specification and furnishing drawings and a model, as required
by the statute, where the nature of the case admits of drawings or a repre-
sentation by model. Serew Co. v. Sloan, 210,

8. REpvcTios 1o pRacTIcR.—For the purpose of obtaining a patent, it is not
necessary to show that the invention has been reduced to practice if it
appear that the invention was devised and explained to others, and was
not subsequently abandoned. Hill v. Dunklee, 475.

REFERENGES.
See ANTICIPATION,
CommissioNEn's AXSwER.

REFUSAL TO TESTIFY.
See Examivation oF Wirnessss, 2, 3, 4, 5.

REFUSAL OF PATENT.

See DELAY IN FILING APPLICATION, 2.
EXAMINATION OF APPLICATION,
Joixt Isvestion, 2.
JurispicTion oF CoMMISSIONER, 3.
Reasoxs oF Arrear, 11.
Rignr or Arreaw, 3, 4, 5, 9, 10, 11, 13.
Rore v Dovnrrun Casks.

REHEARING.

See Arrrar, Grovyp or, 2.
DELAY I¥ PROSECUTING APPLICATION,
DerosiTioNs, 4.
Fonuer CommissioNer, DEcisios ow, 1, 3.
LiMit or ArrEar, 2.
New Panry.
New Triar, 1,2, 3, 4, 5, 6.
Power oF CoMsmissioNen, 3.
Riagnt oF ArrEaL, 6.
TiMe ForR FILING APPEAL, 2, -
1. REHEARING—WITHIN COMMISSIONER'S DISORETION.—The Commissioner, in the
exercise of his discretionary power, may set aside his own decizion in an
interference proceeding and rehear the parties thereto. Tt is an act over
which the judge has no control or jurisdiction, and cannot form a valid
ground of appeal. Matthews v. Wade, 143,
SM—COMMISSIONER MAY HEHEAR THE PARTIES. —The Commissioner may, there-
fore, rehear the parties to an interference upon the same question and
revise his former decision in the case. [d.
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REISSUE.

See CrEmical Ermon.
DEray 1x arrFLving von Rrissom.
Jumispicrion or CoMmissiosem, 1.
Term or PatesT, 1, 2.

REISSURB—ALTERING TERM OF THR ORIGINAL PATENT.— U nder the thirteenth section
of the act of 1836, relating to the reissuing of invalid and defective patents,
the Commissioner has no power to alter the date of a previously-granted
antedated patent. [n Re Cushman, 577.

REJECTION OF AFPPLICATION.

See Examixariox oF ArrLicaTiox, 2, 3, 4, 6.
Jupax's Decimiox, ErrFect oF.

REJECTION OF APPLICATION WHAT—INFORMAL PAPERS RETURNED.—When appli-
cation papers are filed without the due formalities required by law it is
the duty of the Office (under the sixth section of the act of 1836) to decline
to met upon them in their imperfect state; and this action on the part of
the Office does not amount to a rejection of the application. Wickersham
v. Singer, 645,

REPEAL OF STATUTE.
See Boanrp or Exammiens, 1.

REPLY TO COMMISSIONER'S ANSWER.

CoMMISSIONER'S ANSWER—REPLY THERETO.—No reply to the grounds of the
Commissioner’s decision can be admitted before the judge upon appeal,
nor ean sach reply be filed in the Patent Office to be recorded with the
proceedings. JIn Re Adken, 130,

RESULT.

See AnrticLE oF MANUPACTURE.
CuaxaE, 1, 4, 5.
CoumixaTiONs, 8.

Dovere Usk.

IpexTiTy oF INvEsTION, 2.
IsvesTiOoN, 4.

New vae or OLp Macmise.
OmigisaL Investon, 2.
PartTicvrar Isvextrons, 13,

Svrriciestey Uservl asp InportasT, 2. :

1. INVEXTION—COMMINATION OF OLD DEVICEA—XEW RESULT.—When & certain
particular combination of old instruments or devices produces & new
and useful effect in the art—as the combination for the first time in
machine for making corrugated or shirred India-rubber goods of calen-
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ders, rollers, endless apron, and a stitching frame—that combination
becomes the lawful subject of & patent. Warner v. Goodyear, 60,

2. ISVENTION—UEE OF OLD DEVICES—XEW AND RENEFICIAL EFFECT.—A patent-
able invention may consist of the use of an old thing in a known manner,
to produce effects already known, when the result is new and better in the
sense that the effects are more economically or beneficially enjoyed by the
public. In Re Seely, 248,

3. In this class of cases the result is considered all-important. There must,
however, be thereby evolved a principle such as will regularly, and not
merely occasionally, in the use thereof, produce a like effect. Jomes v.
Wetherill, 409,

RETURN OF FEE.
See WITHDRAWAL OF APPLICATION, 1, 3.

REVISION OF COMMISSIONER'S DECISION.

See ArPEAL.
Gurovsp or Commissiongr's Decisios.
Foruer Cosmmissioner, Decmsion or.
Reisoxs or APreaL.

REAS0NS OF APPEAL—REVISION CONFINED THERETO.—The judge in hearing and
determining appeals from the Commissioner of Patents, under the eleventh
gection of the act of 1839, is anthorized to revise the decisions of the Com-
missioner only in respect to the points involved in the reasons of appeal.
If the Commissioner did not err in those points his decision must be
affirmed, although the judge should be of opinion, upon the whole case,
that the patent ought to have been granted. Armold v. Rishop, 38.

REVOCATION OF RULE.
See Ruixs or tax Parexr Orrom, 2.

RIGHT OF APPEAL.

See IxTERLOCUTORY AcTIONS, 2, 3.
Lumarr or Arrman, 1,2, 3.

1. INTERFERENCE—FATENTEE CANNOT APPEAL.—In an interference between an
applicant and a patentee no appeal can be taken to the judge by the
patentee from a decision of the Commisgioner favorable to the applicant.
Pomeroy v. Connizon, 40.

2. PROCEEDINGS REFORE COMMIREIONER IKITIATORY.—The proceedings bofore
the Commissioner and before the judge are all initiatory, and relate Lo the
question whether a patent ghall izsue. They cannot affect a patent already
granted. Td.

3. OJECT OF APPEAL—NRROR IN REFUSING FATEXT.—The general object of
giving an appeal from the decision of the Commissioner is to correct his
errors in refusing to grant patents for which otherwise there would be no
remedy. His error in granting a patent may be corrected by the ordinary
tribunale of the country when it is made a subject of litigation and there
is no need of a special tribunal for that purpose. Td.

52
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4. Su—Su.—These words qualify the general language of the first part of the
section giving to either party the right to appeal, and restrict the right of
appeal to the case where patents have been refused as prayed for. Jq,

i. JURISDICTION OF JUDGE BPECIAL AND LIMITED—SECTION 8 OF THE ior gp
1836.—The power and jurisdiction given by the patent laws to the Board
of Examiners and to the judge are special and limited, and must be con-
strued and exercised strictly. The judge can only decide such questiong
and render such judgment ns he is expressly authorized by the statutes to
decide and render. In the case stated in the eighth section of the act of
1836 the judge i only to determine “which, or whether either, of '
applicants is entitled to receive a patent as prayed for.” Jd,

G. 8u—8u.—There is no section or clause of either of the acts relating to
patents which gives a patentee a right of appeal from the decision of the
Commissioner granting a patent to another person, unless that right be
given by the eighth section of the act of 1836 relating to interferences. [d,

7. Rionr oF ApPEAL LosT.—The time for filing the reasons of appeal having
expired, pending a motion before the Commissioner to rehear the case, the
motion having been denied and a patent issued to the successful party, the
right of appeal is lost. Greenough v. Clarke, 173.

8. RIGHT OF AFFEAL—PATENTEE.—In an interference proceeding a patentee has
no right of appeal from an adverse decision of the Commissioner. Bowen
v, Herriel, 310,

9. Sx—Su—errEcT oF NEW APPLICATION.—Where a patentee involved in
interference filed a new application for merely substitute or equivalent
means for carrying the invention disclosed in his patent into effect, and
this application was also included in the interference: Held, That he
had no independent status as an applicant, and that an appeal by him
from the adverse decision of the Commissioner was virtually an appeal by
a patentee. Jd.

10, ISTERFERENCE—APPFEAL BY PATENTER DISMISSED.—An appeal in an inter-
ference by a patentee from a decision of the Commissioner, not referring
or rejecting, but granting, the application; dismissed for want of jurisdic-
tion or authority. Whipple v. Rendon, 333.

11. JURIBDICTION OF JUDGE—AFPEAL BY PATENTEE.—The judge has no jurisdie-
tion in case of an appeal taken by a patentee from a decision of the Com-
missioner, mot refusing or rejecting, but granting, the application far
letters-patent.  Hopking v. Barnum, 334.

12. JURISDIOTION OF JUDGE—APPEAL BY raTENTEE.—The judge has no jurisdic-
tion to hear and determine any appeal on behalf of a patentes from &
decision of the Commissioner in favor of an interfering applicant.

v. Cunningham, 378.

13. APPEAL—WHES WILL Lig.—An appeal will lie to the judge from the decision
of the Commissioner refusing a patent to all of the applicants involved in
an interference although he did not award priority to either. The
is from the refusal to grant the patent.  Carter ef al, v. Carler et al., 383

14. RIGHT OF APPEAL—CONTENDING APPLICANTA—PATENTEE.—The judge ©88
only act in a case when there are contending applicants for & patenty
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those applicants must have prayed for a patent. A patentee has already
obtained all he asked for, and he cannot appeal from a decision adverse to
himself but favorable to the applicant contestant. King v. Gedney, 443,
RIGHT OF APPEAL—SUBSTANTIAL REFUSAL OF A PATEST.—In such a case,
therefore, an appeal will lie to the judge from a decision of the Commis-
sloner granting a patent to each of the applicants for the matter elnimed
by him although he has not in terms refused o patent. (His granting o
patent to both parties substantially refuses n patent to one of them as
prayed for?) [d.

PATEXTEE IN INTERFEREXCE MAY APPEAL TO THE Jupur.—Under the cighth
section of the act of 1836 a patentee has equal right of appeal from o
decision of the Commissivner in favor of an applicant to one of the judges
of the Circuit Court of the District of Columbia that an applicant for a
patent has under the same section from an adverse decision in favor of a
prior pateniee. Babeock v. Degener, 607.

RULES OF THE PATENT OFFICE.

Bee Deroc.tioxs, 1.
IxTerLOCUTORY AcTiONS, 1,
NoTtice, 5.
Postroxine Heanixe,
\ Runes ror Takisg TEsTiMoxy.
RULES OF THE COMMISAIONER RIXDING A8 THE LAW.—Itules made by the Com-
. missioner in conformity with the law, while they remain unabrogated, are
a8 binding upon the Commissioner as the law itsell. Arnold v. Bishop, 27.
'.B-I'I‘D-l:uﬂnu OF RULES NOT RETROACTIVE.—After a deposition has been taken
while the rules were in force, the dispensation of the Commissioner cannot
affect that deposition ; a revocation of the rules can only affect subsequent
~ proceedings. Id,
- InvoRuaL TESTIMONY REJECTED.—Evidence rejected which was not taken in.
accordance with a rule that provided that all evidence ghall be gealed up
and addressed to the Commissioner of Patents by the persons hefore whom
it was taken, and so certified thereon. [fd.
] IeT OF A RULE coxsinkren.—A rule which says ““that no evidence,
statement, or declaration touching the matter at issue will be considered
~ upon the day of hearing which shall not have been taken and filed in com-
plinnce with these rules," is a restraint imposed upon the Commissioner
himself as much as if the very words of the rule had been contained in
the statute, JId.
'EFFECT OF THE RULES OF THE 0FFICE.—W hatover may be the meaning or
effect of rule 7 of the Patent Office rules, the law must always be looked
to, and whatever principle stated in the rules is not found in the provisions
of the law cannot be depended on. Stephens ef al. v. Salisbury, 379,

BULESE FOR TAKING TESTIMONY.

Bee IsTERLOCUTORY ACTIONS, 1.
Punric Use axp Sauk, 4.
Rures or tTuE Patest Orrice, 2, 3, 4.
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BREGULATIONS POR TAKING TESTIMON V="' JUST AND REASONAWNLE."—By¥ the twelny
section of the nct of 1830 the Commissioner is autherized to establish sucly
regulations in respect to the taking of evidence as shall be just and req.
sonable; and to understand what the Legislature meant by just and req.
sonable in this connéction it must be supposed that they had in mind the
established principles and precedents in like cases. Nichols v. Harris,
BG2.

RULE IN DOUBTFUL CASES.
See Noverry, 2.
Penauny.
Svrriciextiy Uservn axp Imromraxr, 1.

RuLgE 1IN DOUBTFUL CARES—REMEDY BY BILL 1IN EQUITY.—The rule that a
patent should be granted in doubtful cases was perhaps a reasonable one
when, under the law, the decision of the Commissioner, if affirmed by the
Board of Examiners, was final ; but as the applicant bas now a further
remedy by Lill in equity, under the provisions of the tenth section of the
law of 1839, when his patent is refused for any cause either by the Com-
misgioner or the judge, the reason of the rule fails, and it will not be con-
sidered as binding upon the judge. In Re Kemper, 1.

SALE.
Sce Puontie Use axp Save.

SCOPE OF CLAIMS.
See CLamus,

SECOND PATENT FOR SAME INVENTION.

CoMPOSITION OF MATTER—EQUIVALENT INGREDIENTS—NEW APPLICATION.—Where
the patent was for a composition of matter consisting of gutta-percha,
oxide of iron, and oxide of antimony in described proportions, which was
shown by the testimony to be the preferred form of the invention : Held,
That the patentee could not prosecute a new application for a composition
in which the oxides of iron and antimony were replaced by a variety of
substances which operated in the same manner, but with less success, and
were at best but equivalents of the ingredients named in the patent. Cnse
of Pomeroy v. Connison (ante, p. 40) cited and approved. Howen V.
Herriet, 310,

SECOND INTERFERENCE.
See New Triat, 1, 3.

SECONDARY EVIDENCE.
See EviDENCE.
SECRET INVENTION.

See Amaxpoxen ExremimesTt, 1.
DELAY IN PILING APPLICATION, §.
Pustie Usk axp Sark, 21.
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SECRET INVENTION —continued,

1. MLIGEXCE 15 APPLYING vOR PATENT.—Although an inventor has a right to
keep his inchoate title to his invention concealed from the public as long
as he pleases, yet when he desires to perfect his right by a patent he must
procesd with vigilance to secure his protection by filing hiz application as
enrly as practicable. Elithorp v. Robertson, B85,

2. SBECRET INVENTION—SURSEQUENT INVENTOR'S PUBLIC USE AND SALE.—Where
an inventor keeps his invention secret for years, and sufferz a subsequent
and independent inventor to engage extensively in the manufacture and
sale of the same invention without protest or notice of his prior claim, he
thereby forfeits his right to a patent. Under such circumstances, his delay
will not be excused by the fact that his application was filed before the
patent issued to the rival inventor. Savary v. Lauth, 691.

3. 8. perfected his invention in 1854, and kept it secret until August, 1858,
when he filed his application, and in the meantime, in June, 1858, L.
independently made the invention, introduced it into public use with the
knowledge of 5., and filed an application for a patent March, 1858 : Held,
That 8. was debarred from receiving a patent.  Jd.

4. BECRET INVENTION—PUBLIC USE AND SaLE.—The statutory bar in section 7
of the act of 1839 to the inventor who sells his invention more than two
years before his application would seem by analogy properly applicable to
the inventor who secretes his invention more than two years, and therehy
injures the public. Spear v. Helson, 699,

SECRETARY OF THE INTERIOR.
See LimiT oF ArrEaLr, 5.

SECRET USE.

See Puscie Use axp Sack, 5, 14.
SecnET INVENTION,

SOLE INVENTOR.
See Jorxt Invesron.

S8RECIAL ORDER.
See Lismit or Arrean, 2.

SPECIFICATION.

See Crams, 1, 3, 4.
Desigxs, 2,
MecLAIMER.
Drawixas, 2.
EquivaLexT, 1.
ExdsixaTion oF APPLICATION, 3.
Oatn or INVENTION.
ParTiovnan INvENTION, 4.
PrErEquisiTEs To A PaTEST,
Repvorion To PracTios, 1.
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SPECIFICATION —contivued.

1. Drawixc AxD MODEL To BE coNSuLTED.—The drawing and model filed wity
an application are to be taken together in explanation of the specification,
Stephens et el v. Salisbury, 379,

2. SpRECIFICATION—LIRERALLY CONSTRUED—REQUIREMENTS 0F.—The construction
which ought to be given to the specification should not be too strict and
technieal. The proper inquiry is, has the specification substantially com-
plied with that which the public has a right ro require; has the appellee
communicated to the public the manner of carrying his invention into
effect, so that a skillful workman can carry into execution the plan of the
invention? J[d.

BEPECULATION.

Ser AnavnoNEp EXPERIMENT.
APPLICATION.
REepverion 1o Practiox, 6.

STIPULATION.
See TesTiMONY, 1.

SUBORNATION OF PERJURY.
See PERIURY.

SUBSTITUTION OF MATERIAL.
See Cuasce oF MATERIAL.

SUCCESS OF INVENTION.

See DiLioewcE, 3.
New Use or OLp MaicHINE.
(OPERATIVENESS OF INVENTION.
UnsucoEsarvL ExPERIMENTS, 2.

SUFFICIENTLY USEFUL AND IMPORTANT.

See PARTICULAR IxvENTIONS, T.

1. 4 USEFUL AND IMPORTANT"—DEGREE IMMATERIAL.—The degree of usefulness
or importance to be exhibited by the alleged invention is not defined by the
statute (act of 1836 ), nor is the degree material if the invention does not
interfere with any prior right or claim, and is in itself innocent. If good
may be the result of granting a patent, and evil cannot be, the patent
should be allowed, especially as it is doubtful whether a rejected applicant
has any means of having his right to a patent brought before a court of
law to be tried by a jury. Jn Re diken, 130.

2, UTILITY OF THE INVENTION—ADDITIONAL EVIDENCE IN SUFPPORT or.—Where
an applicant has complied with all the formal requirements of the law by
duly filing his application, and it is not found upon examination that the
invention is subject to any of the objections mentioned in the law as fﬂf“'
to the grant of a patent, it is not competent for the Commissioner to require
additional evidence as to the practical result of the invention. In Re
Seely, 248,
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SUFFICIENTLY USEFUL AND IMPORTANT—continued.

3. "USEFUL AND IMPORTANT '—NOT A MATTER OF DEGREE—NOT FRIVOLOUS OR
uiscniEvoUs.—The question whother the invention is sufficiently useful
and important does not refer to its degree of utility as compared with other
inventions of the same kind, but rather to its purpose, as whether, being
capable of use, it is destined for some beneficial purpose, or is merely
frivolous, insignificant, or mischievous to society. Jd.

4. SM—BM—sLIGHT UTILITY.—The fact that the difference of construction is
only brought into play on rare oceasions is no sufficient reason to deny the
utility of the invention. Chandler v. Ladd ef al., 493.

5. PATENTABILITY—* SUFFICIENTLY USEFUL AND IMPORTANT.'— Under the
seventh section of the act of 1826, one of the conditions necessary to the
granting of the patent is that upon the examination therchy directed,
the “ Commissioner shall deem it [the invention] to be sufficiently useful
and important,” JIn Re Cushman, 569,

SUGGESTION.

See Bunpex or Proor.
Orieivar InvesTom, 1, 2, 3.

SURREPTITIOUS PATENT.
See Diviognog, 2, 4.
Purric Usk axp Saug, 12.
Paematvne Issvavce or PatesTt.

“BURREPTITIOUBLY AND UNJUSTLY OBTAINED'—QAVEAT OVERLOOKED.—The fact
that a caveat filed by another inventor was pending and in force when an
interfering patent was granted, does not of itself show that the patent was
surreptitiously obtained and void, nor does it authorize the Commissioner
to grant a patent to the caveator until he shall establish his priority of
invention in a regular proceeding for that purpose. Cochrane v. Water-
man, 53,

SYSTEM.
See AccipErT axp Desiax, 1, 2.

TERM OF PATENT.

1. INVENTOR MAY TAKE PATENT FOR LERS THAN FULL TERM.—The patentec is
not obliged to claim the whole term of fourteen years for which a patent
may be granted. Under the eighth section of the act of 1836, he may
waive his claim to part of the term in favor of the public by antedating
the patent in the manner and under the conditions there specified ; and if
he knowingly acquiesces in the antedating, and takes the deed 30, he iz in
like condition. [In Re Cushman, 577.

2. SM—ALTERING TERM OF PATENT A8 A OLERICAL ERROR.—Neither can he in
such a case correct the date of the patent as a clerieal error, where it ap-
pears from the proceedings in the case that the antedating of the patent was
8 deliberate act on the part of the Commissioner, made in supposed accord-
ance with the provisions of the law, upon the express request of the
patentee, who accepted and acquiesced in the patent so granted. [d,
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TESTIMONY.
ArpEsL, GROUXD OF, 3.
CouNSEL.
CrepiTt oF WITHESS.
DrrosiTIONS.
Drawixes, 1.
Evipesce, 3, 5, 8, 11, 12, 13, 18, 20, 27.
ExaMixarion or WiTsksses, 2, 3, 4, 0.
ExXPERT.
Hussasp AND WIFE.
IxTeEresr 1 THE Svir, 1, 2.
IXTERFERENCE, 11, 15,
IsTeRLOCUTORY ACTIONS, 1, 3.
MacisTRATE oF CoUNSEL.
New ParTy.
New TriarL, 7.
Norice, 1, 2, 5, 4, 5.
PERJURY.
Pusric Usg AxD Sarg, 9, 11, 15,
Uriviry 2.

. ISADMISSIBLE TESTIMONY MAY BE BTIPULATED IN, SUBJECT TO CREDIBILITY.—

Testimony otherwise inadmissible may be admitted upon stipulation, but
the interest of the witnesses in the matter in controversy may still go to
their credit and bave its due weight. Warner v. Goodyear, 60.

. It would be unnecessarily oppressive to require the party, merely to gratify

form, to take his testimony over again, as well as uselessly expensive.
MeCormick v. Howard, 238,

. POSITIVE AND NEGATIVE TESTIMONY—RELATIVE WEIGHT.—The rule of law is,

that if one witness swears positively that he saw or heard a fact, and an-
other merely swears that he was present, but did not see or hear it, and
the witnesses are equally faithworthy, the general principle would, in
ordinary cases, create a preponderance in favor of the affirmative. Cor-
nell v. Hyafl, 423.

. SM—MUST BE RECONCILABLE.—This rule, however, is to be understood with

this explanation : That the principle supposes that the positive testimony
can be reconciled with the negative without violence and constraint. [fd.

. BM—SUPERIORITY OF NEGATIVE TESTIMONY WHEN IRRECONOILABLE. —Evidence

of a negative nature may, under particular circumstances, not only be
equal, but superior, to positive evidence. This must always depend upon
the question whether, under the particular circumstances, the negative
testimony can be attributed to inattention, error, or defective memory. Id.

. SM—WEIGHT OF TEETIMONY—FAIRNESS oF WiTNEsS. —The negative testimony

of a single witness, who is in a position to know the fact, may outweigh
the positive testimony of two witnesses, particularly where they are shown
by their answers to be unfair in their testimony. Id.

TIME FOR FILING APPEAL.
See Limit oF ArPEAL, 3.
Rigut or APPRAL, 6.
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TIME FOR FILING APPEAL—continued.

1. NoTicE OF APPEAL—SUSPEXDS PROCEEDINGS.—Ou receiving notice from the
party of his intention to appeal, it becomes the duty of the Commissioner,
and his exclusively, to fix a reasonable time for filing the reasons; within
which time all further action upon the application within the Office iz to
be sugpended, and within which time the reasons of appeal must be filed,
unless for good cause shown the Commissioner directs the time to be
enlarged. Greencugh v. Clark, 173.

2. TIME OF APPEAL MAY BE EXLARGED.—The power to enlarge the time for filing
the reazons of appeal, and to rehear the case, remains with the Commis-
gioner not only until the patent issues, but until it is actually delivered ;
after which his power over the case is exhausted. I,

TITLE.
See PatesT.

UONSUCCESSFUL EXPERIMENTS.

See Prion Investion, 7.

1.- Pﬂlﬁﬂ[rb!—ussuccml‘ﬂt EXPERIMEXTE—REDUCTION TO I"J].ﬂ.ﬂ"l'l{.'ﬂ,—]’. mere
principle or idea, until it assumes a practical form, is not patentable; and
a long course of mere fruitless experiments to reduece the principle to
practice would not prevent a subsequent original inventor who had
perfected his lnvention without knowledge of the prior invention from
obtaining n patent. MeCormick v. Howard, 238,

2. UNSUCCESSPUL EXPERIMENTS—PROCESHS.—Where the proofs offered by an
inventor in support of his claim to have invented and discovered a new
process—as of manufactoring white oxide of zince—indicate that he did
not in his experiments observe the proper chemical conditions—as the
proper admixture of the ore and fuel, the depth of the charge, the regu-
lation of the blast, &c.—and that as a matter of fact he failed to obtain
successful results : Meld, That his efforts amounted to no more than an
unsuccessful experiment, and did not entitle him to o patent as against an
independent inventor. Jones v. Wetherill, 409,

USEFUL AND IMPORTANT.
See SuvrriciexTLY UsSErvUL AND IMPORTANT.

UTILITY.

See AccinExTaL DMECOVERY.
AXTICIFATION.
Arrran, Grousp oF, 1.
CRANGE, 6.
CoMranaTive MERIT oF INVENTIONS,
ComrosiTion oF MAaTTER, 1, 3.
DEestGxs.
Eviogxce or INvENTION, 1.
INTERFERENCE, 16.

53
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UTILITY —econtinued.

IxvesTION, 3.

ISVEXTOR NOT AWARE OF THE VALUE OF THE INVENTION,
New vee oF Oup Maomine.

Oati or InvesTioN, 1.

PanTicvLan InvesTioxs, 7.

Process, 3.

BurrioiesTiy Uservn AND IMPORTANT.

1. UTILITY OF ISVENTION—FILING AFFIDAYITS THERETO PENDING APPEAL.—FPend-
ing the decision of an appeal from the Commissioner, an applicant will be
permitted, on motion, to procure and file affidavits of competent persons
touching the practical utility and advantages of his invention. In e
Fullz, 178.

2. TESTIMONY AS TO UTILITY, coMPETEST.—The testimony of witnesses is admis-
gible to show the practical effect or utility of an invention. J[d.

3. INVENTION—INSTRUMEST CAFABLE OF o NEW UsE.—When there is a palpable
difference of construction—as in the substitution of an entire graduated
circle for a graduated semi-circle in a pendulum level—which iz shown to
fit the new instrument for use in situations where the old form of instru-
ment conld not be used, there is a patentable invention. Chandler v.
Ladd et al., 493.

4. Su—8u.—It is not necessary that the utility should be great; it is sufficient
if the invention is an improvement at all. If it is of u different construction
from former articles of the same kind, and of any use, that is sufficient.
It need not come into general use. Jd.

WAIVER.
Hee Novice, 3, 4. -
Term oF PATENT, 1.

YOID PATENT.
See Power or CoMuissiONER, 4.

VALUE OF INVENTION.
See INvENTOR NOT AWARE OoF ViLUve oF INvesTiON.

YALIDITY OF PATENT.

See IxTErFERENCE, 1, 11.
Power oF CoMMISSIONER, 1.

WITHDRAWAL OF APPLICATION.

See EXAMINATION OF APPLICATION, b.
Poerio Use axp BaLg, 19.

1. WITHDRAWAL OF APPLICATION—EPFECT oF.—The withdrawal of an applica-
tion and the return of the fee under the seventh section of the act of 1839
is & final abandonment of the application, and effects an entire extinction
of all protection, saving, aud privilege thereunder. Such an application
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WITHDRAWAL OF APPLICATION —continued.

cannot be revived by fling a new application for the same invention
Such new application will not relate back to, or be considered as a revival
of, the withdrawn application for the purpose of avolding the objection of
intervening public use. Mowry v. Barber, 563,

2. ABANDONMENT—WITHDEAWAL OF APPLICATION—HOW REGARDED.—The with-
drawal of an application and the return of the fee is not of itself an aban-
donment or dedication of one's invention to the public, but is an equivocal
act, to be interpreted by surrounding circumstances, and to be affected
upon & second application for the same invention by the subsequent con-
duct of the party—his diligence or his neglect and delay—in the same
manner as his conduct 8 to be weighed in regard to an original applica-
tion. Wickersham v. Singer, 645,

WITNESSES.

See Drawixes, 2.
Eviozxox, 1, 5, 11, 12, 14, 18, 20, 26, 27.
Examisariox oF WiTnesses, 6.
Iurrien LioExse.
IsTErEsT 1IN THE SrIT, 1, 2.
Mzasvre or Froor.
Pusrio Use axp Savk, 4.
TesTIMONY.

l. ISTEREST—X0OT AFFECTED BY REBULT oF CONTROVERSY.—The intercst of o
witness in the matter in controversy not objectionable when his relations
to the parties are such that his interest will remain anaffected by any
issue of the suit. Arnold v. Bishop, 27.

2. IMERECT AND CIRCUMSTANTIAL EVIDENOR.—The positive testimony of a cred-
ible witness fixing the date of an invention outweighs circumstantial
evidepce merely raising a doubt as to the correctness of the witness'
recollections. Cundell v, Parkhurst, 63.

3. EVIDENCE—WITNESSES ¥0T CALLED.—The fact that an inventor has not pro-
duced as witnesses in his behalf the workmen in the same shop, who might
be supposed to be most familiar with his invention, does not raise a pre-
sumption against him in & case where by publicity be might have deprived
himself of the benefit of his invention. Serew Co. v. Sloan, 210.

4. WITHNESSES—PRESUMPTION OF HONESTY—DISOREFANCIES UPON IMMATERIAL
roiNTs.—The presumption is that a witness under oath testifies honestly,
until the contrary is shown. Contradictions and inconsistencies upon
immaterial points, not proceeding from corrupt motives, do not entirely
destroy his testimony. JTd,

5. EVIDEXCE—OREDIT OF WITNESS—IMMATERIAL MISTAKE.—A mistake by =
witness in an immaterial fact ought not to discredit him. The maxim
JSalsus in uno, falsus in emnibus only applies where there is a willful, corrupt
falsehood in one particular amounting to perjury. Marshall v. Mee, 230,

6. WITNESSES—EXAMIKED LONG AFTER THE EVENT— CREDIT TO BE GIVEN TO.—
Under any circumstances, a great lapse of time, which has taken place
before the witnesses are called upon to state the facts relating to a case
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WITN ESSES—continued.
where a nice point of invention is to be established, must in the nature of
things make it very difficult to get at the real facts in the case, unless they
were reduced to writing at the time. Carler ef al. v. Carler el al., 388,

7. WITHESSES EXAMINED 0N NEW TRIAL—When witnesses have been once exmm-
ined upon the facts in the case, and then upon a new trial endeavor to
supplement the deficiency of their former testimony, as pointed out in the
decision, their testimony shoold be received with great cauation, and par-
ticularly where the occurrences to which they testify were twenty years
old, and involved a nice point of invention. [Id.

8. Bu.—Exhibiting to witnesses the opinion in the former case is calculated to
lead their miods to the further proof necesgary in the case; and in its
fairest aspect this proceeding would be as great, if not more objectionable,
than leading questions would be, answers to which are Inadmissible in
evidence. [d.

9. SBM—INCONBISTENCIER AND DISCREFANCIES IN TESTIMONY—EFFECT oF.—When
there are deliberate inconsistencies and discrepancies in a witness' testi-
mony in material matters, proceeding from design, no credit can be given
to the same, in accordance with the rule faleus in uno, falrus in onimbus,
When such inconsistencies arise from ignorance or a careless inadvertence,
all confidence in the truth of his testimony must still be lost, Jd.

10. CONTRADICTION IN TESTIMONY—COMPARED WiTH DErosITION.—The testimony
of & witness may be compared with his deposition in a former interference
relating to the same matter; and gross contradictions thereby appearing,
not acconnted for by any satisfactory explanations, will discredit his
testimony. Wellman v. Blood, 432.
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