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Syllabus.

- WiLLiaMm WICKERSHAM, APPELLANT,
s,

‘M. SINGER, APPELLEE. INTERFERENCE.

COMMIBSIONER OF PATENTE—While the Commissioner must
e statutes creating his office and defining his duties for every
he can exercise, it by no means follows that every power and
‘must appear upon the face of the statute in words of express
d definition. It would be a strange construction of the law
the Commissioner of Patents to issue a patent upon a state of
when made apparent to a court of law or equity, would re-
urt to pronounce the patent utterly void. It is said that the
requires vain things to be done; but to require the Commis-
Patents to issue a worthless and void patent would be worse
t would be to direct that persons should be armed with a
r the great geal of the United States, to go into all the
ce in the land and hunt down their fellow-citizens with
g, idle, and vexatious litigation,
OTION T OF THE ACT oF 1839 cowsTRUED.—Under the
on of the act of 1839 the Commissioner is anthorized to re-
ication upon proof that the invention has been abandoned to

g of section 7 of the act of 1839 is given by inverting the
 parts of the section 50 as to read as follows : No patent shall
valid by reason of such purchase, sale, or use prior to the
e8aid, except on proof that such purchase, sale, or prior
for more than two years prior to said application for a
abandonment of said invention to the public.
HDRAWAL OF APPLICATION—HOW REGARDED.— The with-
application and the return of the fee is not of itself an aban-
eation of one's invention to the public, but is an equivocal
reted by surrounding circumstances, and to be affected
application for the same invention hy the subsequent con.
party—his diligence or his neglect and delay—in the same
conduct is to be weighed in regard to an origioal appli-

FELICATION WHAT—INFORMAL PAPERS RETURNED.—When appli-
8 are filed without the due formalities required by law it is
e Office (under the sixth section of the act of 1836) to
upon them in their imperfect state: and this action on the
Mice does not amount to a rejection of the application.
ON—WHEN WILL RELATE BACK TO PRIOR APPLICATION.—The
relation to grants of the Government, that a subsequent
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element of  due diligence in applying for and pursuing his application:
for a patent until he obtained the same.”

DELAY IN PROSECUTING APPLICATION—MISTAKE OF THE OFFICE.—A mij
on the part of the Office in its judgment upon a case which doeg
create o delusion in the mind of the party as to his rights doeg
authorize him to indefinitely delay the further prosecution of the e
cither by endeavoring to convince the Office on rehearing of a
error or by resorting to the easy and expeditious means for
the decision upon appeal, as the statutes provide.

DoE DILIGEXCE—POVERTY A8 AN EXCUSE FOR DELAY.—The measure of po ;
which one must possess Liefore he is required to exercise any diligence o
prosecute his rights is not to be found in the statute. It is an exe
very readily made, which yet should not be too readily listened
If & man be utterly destitute of money and without friends, and incap
thereby of prosecuting an enterprise, much indulgence may be show
him; but when he has the means of carrying on sundry enterprises of s
kindred sort, equally demanding money and friends, and does cam
them on, his election to pursue those other enterprizes will not be regarded
in the law as an excuse for delay in the other, where valuable rights o
others, equally meritorious with himself, and in the outset of their sue
cessful struggles, equally poor, are to be prejudiced. o

PURBLIC USE AND SALE—CONSEST AND ALLOWANCE.—The acquiescence of &
inventor in the public use of his invention can in no case be
when he has no knowledge of such use; but this knowledge may be |
sumed from the circumstances of the case. (Shaw v. Cooper, 7 Peters, 28

Casg sTATER.—W. filed an application for the invention in 1830, which
at once returned to him as informal. In the same year he trans
new drawings and specifications, omitting therefrom the invend
dispute. Upon further objection he withdrew the application in
recoived the return fee, and took no further steps until he filed
application, October 6th, 1858, S. made application for a patent 1"
obtained & patent in 1851, and put the invention into extensive pubt
from 1853 on ; of all of which facts W. was fully informed as early
1856 : Held, W. had abandoned the invention by not using due dil
in applying for and prosccuting his application for a patentj
application of 1858 did not relate back to the date of the original
tion, and that his right to the patent was barred by reason of the
use and sale of the invention, with his consent and allowance, T2 =
two years prior to filing hiz second application. o

Gaylor v. Wilder, 10 Howard, 476, considered and distinguished I
present case.

(Before MerRick, J., District of Columbia, July, 1859.)
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R. CurTis, for the appellant, filed the following brief:
s upon which the decision of the Acting Commis-
e are—

has jurisdiction to inquire, not merely whether the
public use or on sale with the consent and allowance
ant, but whether the applicant had abandoned his

date, in reference to which the conduct of Wicker-
examined, is not the date of his original application,
enewed application, in consequence of which these
are had.
evidence shows Wickersham did intentionally aban-
r ion to the public.
: did not intend to do so, his conduct before his present
jon, in judgment of law, amounts to an abandonment, irre-
f his intent.
ctfully submit the decision of the Acting Commis-
on each and all of these points was erroneous.
first: The Commissioner can have no jurisdiction,
5 been conferred by some act of Congress.
section of the act of July 4th, 1836, empowers the
fer to inquire, among other things, whether the alleged
lhad been in public use or on sale, with the applicant’s
owance, prior to the application.'” By the seventh
act of March 3d, 1839, the purchase, sale, or use of
‘during a period not exceeding two years before the
ir a patent shall not invalidate the right, except on
andonment of such invention to the public. This last-
dlaw is to be here noted as having two effects:
t modifies the act of 1836, so that the Commissioner
tire whether the alleged invention has been in public
, with the consent or allowance of the applicant,
years before the application for a patent.
‘shows clearly that, besides this inquiry, there is
tinct and different substantive matter which may exist,
t, will invalidate letters-patent, and that is an inten-
nent of the right to the public.
intional abandonment, because this provision has fre-
50 far as I know, always, been so construed; and
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because, if it be not so construed, the entire provision woyld .
inoperative, since a constructive abandonment by sales and yen
such as was formerly held to be sufficient to defeat the righ, y
out regard to the intent, of the inventor, was the very thing
statute was designed to guard against. The language of the lay
also indicates that no mere presumption of abandonment was o
be thereafter sufficient. The exception is, ““ except on proof gf
abandonment to the public.”” Actual abandonment is to he
proved. It is no longer to be inferred from sales or use, unles

atent.
v This statute does, therefore, in effect declare that sales and use
with the consent or allowance of the inventor, are one thing;.'f
intentional abandonment to the public is another thing. They
may exist separately. They are distinct subjects of inquiry.
This being so, the question recurs whether it has been made
the duty of the Commissioner to institute both inquiries, or only
one; and if one, which of them ; and the act answers this ques-
tion. He is directed to inquire whether the alleged inwve
had been in public use or on sale, with the consent or allows

for a pitent. This is all the patent acts require, and is all
allow. .
An inquiry whether the applicant, though there have not beei
sales cr use, with his consent and allowance, more than two ¥
before the application, nevertheless intentionally abandoned
invention to the public, is a clear and manifest excess of powe
For reasons not difficult to be perceived, Congress has resen
this inquiry as to the actual intent of the inventor, to be m
a judicial tribunal, proceeding according to the usual cour
administering justice.

This is not the only instance in which Congress has made
intent of the applicant essential to the validity of his Pamﬂt"
has not required the Commissioner to inquire into that in

Among the inquiries to be made by the Commissioner
the seventh section of the act of 1836 is this : Wheth?l' d“ y
had been patented or described in a printed publication 1'1 ;
eign country. If he finds that it had not, he is not to
whether it existed in a foreign country before the all
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yet, under the first proviso in the fifteenth section of
defendant may show that it existed in a foreign coun-
he alleged invention by the patentee; and then the
prove not only that he was an inventor, but that
ed for his patent he believed himself to be the origi-
 inventor. Indeed, looking only to this clause of the
tion of the act of 1836, which empowers the Commis-
ire whether the thing was in public use or gn sale
nt or allowance of the patentee, and considering
2 of the law then was, it seems to be a necessary in-
 the broad question of abandonment was not intended
ed to the Commissioner,
s then settled, and so continued down to the act of
‘the invention was in public use by a fraud on the
ad without his consent or allowance, and he did not
‘assert his right to a patent, it operated as an aban-
thout regard to his intent. (Shaw z. Cooper, 7
This harsh law the act of 1839 was designed to ab-
existed when the act of 1836 was passed ; yet that act,
mpowering the Commissioner to inquire whether the
by any means in public use, and whether the in-
iately asserted his right, only enabled him to inquire
s in public use with the consent or allowance (or, as.
 section of the same act expresses it, the consent and
of the inventor. How, then, can it be that he may
her it had been in public use, without the inventor’s
allowance, prior to the application ; and if not, how
n of abandonment opened to inquiry ? The truth
ned that one decisive mode of abandonment, which
1 and palpable facts, should be inquired into. Other
donment, depending on questions of fraud and in-
ed for investigation to the judicial tribunals, by
2 they can be properly investigated. Similar considera-
sisively influenced the action of the Lord Chancellor of
nting letters-patent. The practice is there settled
on like this is involved, the patent is to be issued,
blic to try the validity of the patent before the com-
tribunals. (/% re Toulson's Patent, 6 De G., M. &
% re Russell's Patent, 2 De G., M. & G., 130; Jfn 7e
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Spence's Patent, 32 Law Times, 326.) The sensible reason g
signed is, that if the petitioner is right, and failed in his applicy.
tion, he has no remedy ; but the opponents would have 3
plete remedy at law.
We respectfully submit that, for the above reasons, the
missioner appears to have erred upon the first point. "
II. That the date in reference to which the conduct of Wick.
ersham, is to be examined is not the date of his original but of hig
renewed application.
The first act of Wickersham in reference to this subject ap.
pears in the printed proofs, pages 40 to 45, inclusive. His petj
tion for a patent bears date January 22d, 1850, and the accom-
panying specification is sworn to February 8th, 1850. The spe-
cification and drawings were returned to him with objections in.
pencil marks, which appear on page 45, accompanied by a lette
from the Commissioner under date of February zoth, 1850, or
page 46. Some correspondence followed; and on the 15t
of March, 1850, Wickersham wrote to the Office and sent a
corrected specification and model. (Pages 48 to 52.) These wen
returned to him, with a letter from the Commissioner of April 5th,
1850, containing a statement that, so far as his claims can be uns
derstood from his papers and model, none of them present any=
thing patentable but the first. (See page 53.) It should
noted that this *“ first"’ is not either of the subjects now in quess
tion. So that this letter of the Commissioner informed Wicker
sham that neither of the subjects now in question was paten
so far as he had developed them in his papers and model.
this was a mistake, must now be conceded ; for the report e
now considering shows clearly that the two things for
Wickersham is now soliciting letters-patent were sufficiently @€
scribed ; and that they are patentable, is no longer doubted- -
Controlled by this decision of the Commissioner, Wickersist
who was a very poor man, and entirely ignorant of this kind
business, withdrew his application and received back his MO
The application of Wickersham was renewed on the O88
October, 1858, and forms the subject of this appeal. 2
Upon these facts, the question arises whether the ;
seventh section of the act of Congress of July 4th, 1836, " F
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splication,’’ refer to the original application for a patent
ntion or to the renewal of that application.

question, the report, confirmed by the Acting Com-
refers to the opinion of Judge Morsell in Mowry 2.
, P- 563) ; as to which it is suggested that the learned
med to regard the renewed application as the date
by the act; but it is not suggested that the learned
tigated the point. Reference is also made to an opinion
avitt; but it is very clear that the learned judge made
of this question, because he found that the original
on had never been withdrawn. The report adds that its
failed to find ayn authoritative decision of the courts
zes a distinction between a first and a second

‘a case like this, the application referred to is not the
plication, which it is now admitted did sufficiently
- patentable subject, and which failed to take effect by
- mistake of a public officer charged with the duty of
to it, but what the law refers to is a renewal of that
rendered necessary by that mistake, and so the
lost his just right, every just mind must regret that
the case and the justice of the case are so widely
om each other. [ respectfully submit, upon authority
‘that the law is not open to this reproach.
t 2. Raymond, 6 Peters, 218, the question was whether
of State could, on the application of the inventor,
ender of a patent, invalid by reason of a mistake
inventor in his specification, and upon such appli-
letters-patent on a new and corrected specification.
n 1825, before any act of Congress had made specific
on the subject. It was argued that the new patent
' on the new specification, and on the application which
d it ; and that as the invention had been in use, with the
he patentee, before the second application on which
issued, the new patent would be invalid. In other
ent was the same as is made against Wicker-
en the act speaks of the thing being not known or
the application’’ it means the application on which
ally issues. But the Supreme Court decided other-



G52 WICKERSHAM V. SINGER. (]

Argument for the appellant.

wise, and held that the application on which the patent z¢ .
issued might be considered as appended to the original app[icaﬁﬁ;
and that the law was satisfied if the thing was not known or ygeq
before the original application. j

The case of Wilder . Edwards efa/. came on for trial before tlgl
late Mr. Justice Woodbury and a jury at the October term 1848,
in Boston. The undersigned was of counsel for the plaintiff; M
Choate and Mr. R. H. Dana were for the defendant.

Among the defenses set up to invalidate the patent was the
sale by the patentee himself of the thing patented more than
two years before his application. It appeared that Fitzgerald,
the inventor and patentee, applied for a patent on the 1st day of
April, 1836; that after some correspondence with the Patent
Office he failed to obtain a patent, the Commissioner expressing
an opinion that his alleged invention was not patentable ; that he
was a poor man, and, influenced by his want of money and
the opinion of the Commissioner, he withdrew his application
and received back his money in September, 1837; that he
renewed his application on the r1th day of April, 1839, and was
successful in obtaining a patent. And it was proved beyond &
question that more than two years before the application on
which the patent issued he had made numerous sales and that the
invention had gone into use. Mr. Justice Woodbury held that
upon these facts, if found by the jury, the two years were to b€
computed from the original application ; and the patent was SUs
tained. The defendants took a bill of exceptions, a cOpy
which, stating the facts and rulings, accompanies this argument;
for the more full information of the court. No writ of error W&
prosecuted, and the case is not reported. i

The same patent came before Mr. Justice Nelson and a jury ¥
New York. The same facts appeared and the same ruling %o
made, as I was informed by Mr. Staples, who was on€
counsel. A note from Mr. Justice Nelson on the subject @
panies this argument.

These decisions of two eminent judges of the Supreme =
specially conversant with the patent laws of the United
are exactly in point. i )

Counsel is unable to perceive why that construction ~
the Supreme Court placed on the same words where 2 2
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became necessary by reason of a mistake of the
h should not be adopted where the second
is rendered necessary through the mistake of the
charged with the duty of securing the rights of the
f, as Chief Justice Marshall says, (1 Peters, 242,) to
 the mistake of the patentee is indispensably neces-
xecution of the solemn promise of the United States,
ich more strongly must a sense of justice plead against
‘advantage by the public of a mistake made by its own
can the public receive any injury from this con-
It may be suggested that if the patentee may sell
nal application he may lie by, and thus protract his
ht. To this it is sufficient to reply that if he does
w his original application, the time when he is to
‘patent depends on the action of the Commis-
not on the will of the applicant and that if he does
and makes sales, his conduct is open to inquiry by
t into which he brings his patent ; and if it shall appear
such as to amount to an abandonment, his right is
. The public are therefore protected as fully as Con-
ed; and at the same time the just rights of the
tand the public faith, which is pledged for their protec-
t forfeited by mistake.
thing in the language of this act of 1836, any more
ior act, construed by the Supreme Court in Grant
d, which conflicts with this construction. ‘* The appli-
y refer to the original application, or to the renewal
will satisfy the words. Good faith and a just
e rights of the inventor and the spirit in which the
‘have been made and should be construed, all require
e renewed application was rendered necessary by
especially by a mistake of the Commissioner, the
cation should be deemed to be referred to.
should be with us on the preceding points, it is not
“inquire further, because, if the broad question of
t was not opened by the law to the Commissioner,
question whether the thing was in public use or on
consent and allowance of the applicant, for two years
ginal application, there can be no pretense for refus-
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e =
ing a patent to Wickersham, since there were no sales and ng ye,
before that application. But if both these questions should be..:
decided against the views here maintained, then it must be g,
sidered— '

I1I. Whether the evidence shows Wickersham intentiomu?
abandoned his invention to the public.

It must be admitted the presumption is strong that no map
intends to abandon anything he owns. This presumption may
be overcome by proof ; but the proof, to encounter it and work
a forfeiture of the right, should be so clear and so strong as tg
enable the court to see clearly that Wickersham has intended to
do something for which he had no motive and which men in
general very rarely do. (See Wyeth z. Stone, 1 Story's R, 280;
Curtis on Patents, sec. 57.) The question here is not whether,
under the influence of one motive or another, he did or omitted
to do something from which the law will infer abandonment ; that
is to be considered under another head; but the inquiry is
whether he purposely and intentionally ceded and gave up to
the public that which he knew belonged to himself. To make
an ordinary grant effectual, the minds of the grantor and grantee
must meet—the one accepting, the other ceding, the subject of the
grant. In this case it is sufficient that the inventor should intend
to give to the public his invention. Was there any such intent
on the part of Wickersham? There are some facts shown by
the evidence which have a material bearing on this inquiry.

Wickersham is shown to have been very poor and much em=
barrassed from 1849 to the time of this application. Thisisp
by numerous witnesses, who speak to decisive facts. * *
The truth is, that though temperate and frugal, he was not only
very poor, but very much embarrassed. He was dependent -
his labor for his daily bread; yet he spent his time and means ’n-l"
making and perfecting inventions ; and, like most inventors, *'f‘""
he had completed one, he was impelled by a sort of fate, W
often controls such minds, to bestow his thoughts and labor o
another, picking up from some of them as well as he could 2 pwf
carious subsistence. He had applied for a patent for the im
ments now in question in 1850; he was too poor to €MP"9
person skilled in the art to make his specification and drawiet
he was told by the Commissioner they were unintelligibles =




WICKERSHAM V. SINGER. 655

Argument for the appellant.

d be useless for him to repeat the trial, and he had
, to have others to try for him; he submitted to the
nent as well as he could, and went, as he was obliged
t something else with which his brain was teeming
hich he hoped for bread. When it is remembered
entitled to a patent, and ought to have had one, and
had one but for the want of attention or discernment
missioner, it does seem that, as between him and the
uld be but bare justice to make all reasonable pre-
n his favor ; that astuteness in picking flaws in such a
y consistent with the public faith; and that, least of
inferences against him be drawn from the evidence
‘not necessary or even reasonably consistent with the
e thing to be proved is that he intended to abandon
n to the public. There is no direct and positive evi-
his intention. Circumstances are relied on to prove it.
umstances are—r1. His lying by for such a length of time.
ct that these improvements were patented by Singer
'use by him. 3. The presumption that Wickersham
ere thus patented and put in use. 4. The evidence
forgotten these improvements.

ere are two cardinal rules respecting circumstantial
The first is, that each circumstance relied on must be
have existed ; the second, that each circumstance sepa-
all collectively, must not only be consistent with the
to be proved, but not reasonably consistent with any
othesis. By the light of these rules let us examine these
ices. Each and all of them are as consistent with, and

e his claim, as with his wish and intention to abandon it
If he was poor and embarrassed to the extent shown,
d by his genius and wants to go from one project
how does this compulsory cessation of his efforts and
of his mind from what he had perfected prove his
give it away.

se Wickersham did get knowledge of Singer’s acts—
alone put these improvements in use—how does it
'Ove an intentional abandonment to the public that the
tor knows that a subsequent inventor has patented the
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invention and is using and selling it? I can perceive how sy
acquiescence, when carried far enough, may amount to ap
plied license to the particular person who thus acts, as was
in McClurg . Kingsland, 1 How. R.; but how is it any acq
cence in the use by the public? The second inventor is claip
an exclusive right. The public are not in possession. [t
question between two inventors, and not between one of
and the public, who neither claim nor enjoy any right to use
thing. An intention to dedicate to the public a right belon
to the inventor may sometimes be inferred from his acquiese
in the enjoyment by the public of his right ; but how it is to
inferred when the public have never enjoyed it, I am not able
perceive. But suppose this not sufficient; still the inability
Wickersham to act, by reason of his proverty, becomes still
marked and satisfactory when it is remembered that what he
to do was not merely to obtain means to solicit his patent, but
carry on a contest with Singer, a man of known wealth and i
ence, and who had already obtained a patent for the same
Wickersham was utterly unable to do this, and would have
tinued so if he had not been at last able to satisfy those who
means of the value of the invention and the justice or legality
his claims. Great stress is laid by the report upon the fact t
Wickersham did not tell Potter in 1856 that he had made th
particular improvements, and had then apparently forgotten
and it is asked how this consists with his intending to recovert
rights abandoned in 1851. If it be assumed that these rights we
abandoned in 1851, no further inquiry is necessary. Whate
may have been his strength of memory or persistency of intenti€
rights once abandoned to the public could not be recovered.
it be assumed that a man intends to abandon all rights which.
does not, at some particular time, remember he owns, then ¢
inquiry is important ; but if the continued ownership of prol
does not depend on the strength of memory of him wh? Cre
it; if it does not become public simply because by a visitatt
Providence, or from natural constitution of mind and the Pr€
of want and cares, the creator of property has ceased t0 I
ber its existence,— then the inquiry does not seem to be 1MP=
This is not a case in which continual claim must be made £ ¥
serve a right. The inventor need make no claim until years s
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jon, nor at all, unless the public gets into possession, nor
the lapse of one year and three hundred and sixty-
ind how can he be said to have intended to abandon
not remember he owns ?

of the argument upon this head has been

s. M. KELLER, for the appellee, filed the following

ntended on the part of the appellee that the statute
1 the Commissioner of Patents full authority to refuse
f letters-patent when he is satisfied that the applicant,
ginal and first inventor, has by any act, either of in-
ect, suffered his invention to pass to the public.
and purpose of the statute is to confer upon the
r authority to grant letters-patent only to those who
old them when granted ; and if the Commissioner of
pssessed of any fact on the examination of an appli-
in judgment of law would, in a court of law or
date letters-patent when granted, it is his duty, under
refuse the grant.
n of Congress in enacting the existing patent laws
ined by a comparison of the existing with the re-
and by a review of such of the defects of the old
to the repeal of them by Congress.
acts of Congress in force prior to July 4th, 1836,
adjudication of the claimant’s right to receive a pat-
d for, except in the case of interfering applications.
the right to receive the patent was first determined
.. (Act of 1793, sec. g.)
g of letters-patent in all other cases was purely a
and the sole duty was simply to see that certain
ments of the statute were complied with, such as
of the duty, the presentation of a petition, sworn
and drawings. The theory of the law prior to the
ras that the declaration of the applicant that he was
| first inventor, and that he had fairly distinguished
from all other things before known, should be suffic-
* to justify the issuing of letters-patent, the validity
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of the grant being dependent upon the truth of these allegag;
to be determined, as at present in England, by judicial preg
ings whenever the patentee should seek to enforce his pay
It never was in contemplation of law that any one should
ceive a patent under a state of facts which, if put in evidence jp 5
judicial proceeding, would invalidate it ; and the acts of Congress
prior to the act of 1836 merely established that the ex-ggps
declaration of the applicant should be received as evidence suff.
cient to make the grant. But in the case of conflicting applica.
tions, as both statements could not be true, it was ne
determine by arbitrament which was true. The arbitrators
pointed for the purpose were clothed with full powers to determine
which should receive the patent. It will be seen presently
this has an important bearing upon the questions under discuss
This mode of granting patents was attended with many e
and I will refer to one only, as that will be sufficient for the p
poses of the argument. 3
The grant of letters-patent to any one upon a mere ex-parfe
declaration resulted in numerous grants which were utterly v
but, nevertheless, such patents conferred upon the patentees the
right of action against any one who should be found using the
things so patented ; and in many instances patents so obtained
were used to oppress the community by threats of prosecution i
infringement ; and as litigation in such matters is attended with
serious expense, it frequently occurred that large sums were p
to avoid the heavy expenses and trouble of litigation. (See
report of H. L. Ellsworth, superintendent of the Patent Office,
the report of the Senate committee for the session of 1835
1836.) |
The act of July 4th, 1836, inaugurated a new system d
the reverse of this, It conferred upon the Executive bra
the Government authority to determine before granting le
patent whether the party making application therefor is leg:
entitled to hold such a grant—authority to adjudicate the apP¥=
tion, not only as between the applicant and the public, but a3
between conflicting claimants. And to guard against EX€CC
error or oppression, the acts of Congress have put this f‘ﬂlf‘
ing Executive authority under the supervision of the JU&
for, by reference to the statute, it will be seen that any 5

LY

Ji=E
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acts of the Commissioner can be brought by appeal
equity under judicial supervision. (Act of July 4th,
' 8, 16; Act of March 3d, 1839, secs. 10, 11.)
ded on the part of the appellant ** that the Commis-
e no jurisdiction save what has been conferred by
Congress.”” This is granted ; but the scope of the
o conferred is to be determined by a fair construction
and in doing this, it is important to ascertain the in-
press in giving the _]unsdlc:tlnn. In this inquiry the
act itself and the provisions of previously-existing
important bearing—nay, these are indispensable toa
ction.
was obviously the intention of Congress, as mani-
act itself, as well as by the history of its enactment, to
ht of a party to letters-patent before making the grant,
resumption that the Commissioner of Patents, who
5 to execute this congressional will, is clothed by the
full authority for the purpose. To say, in view of
intendment of the statute, that the Commissioner of
pound to make a grant with full knowledge that when
be invalid, is to assert that the statute is a contradie-
letter of the statute were so contradictory by well-
les of law, it would become a duty so to construe its
ons as to make them harmonize with the general

enth and the fifteenth section of the act of 1836—the
¢ the grounds on which the Commissioner may grant
grant letters-patent, and the other enumerating the
ich may be set up in an action under letters-patent—
to accord in all substantial respects, except so far as
Section provides for defenses arising out of the acts
after the grant of the letters-patent. Neither of
enumerate intentional abandonment as a bar
grant or to the validity of letters-patent, and yet
is recognized as a good defense, and so the courts
¥ ruled. This defense, although not enumerated
defenses in the fifteenth section, necessarily grows out
of the grant, and is a part of the common law.
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What has been given to the public cannot be recalled withgy,
the consent of the public, who have been made the recipientg o
the gift. What has passed to the public the courts cannot adjudge
to belong to the former proprietor. By the same process of reg.
soning, after an inventor has permitted his invention to pass ]
the public, it is not in the power of the Commissioner to confer j
upon a private individual. That would confer upon the Com.
missioner power to grant the most odious of all monopolies,

The grant of letters-patent is in the nature of a contract bb; .
tween the inventor on one hand and the public on the other,
The protection of the Government is pledged for the period
fourteen years, in return for an invention, which is to pass to the
public at the end of that term. But if the invention, by abandona-
ment, has already passed to the public, the inventor has no con.
sideration to give; he is not in a condition to initiate the con-
tract. 3
The Commissioner, before making the grant, must be saﬁsﬁ
that the invention which the applicant claims is his; not simply
that he first invented it, but that it is his at the time of making t
contract. This is a condition precedent which the Commissioner
cannot disregard. 4
But it may be said all this is true as regards the validity of
the patent after it shall have been granted, but the seventh section -
does not give the Commissioner jurisdiction of this matter.
know, however, that it is not made a matter of defense by t
statute, and yet the courts have taken jurisdiction, and hat
always held abandonment to be sufficient to void a patent.
grows out of the nature of the property, and it is as necesss
condition to a claim for a patent as it is to the legality of
grant when made.

The differences between the seventh and the fifteenth s
as 1 have before stated, are merely formal, with the excep=Et
before stated. ..

According to the terms of the seventh section, the Commi=
shall make an examination, not merely of the alleged inv
but of the alleged *‘new invention or discovery."’ The ap
must allege, not only that it is his invention, but that it 15
and this is a necessary averment of the application. NoW:
be pretended that the Commissioner has no authority 1@
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is averment be true? Suppose Robert Fulton to be
and that he should make application for a patent for
of the steamboat, which he never did patent. He
with truth that it was his invention, but not that it
avention. On examination, the Commissioner would
1 to the history of the past fifty years for evidence that
the first inventor, and that if he was, he had suffered
p public use. If to this he should reply by evidence,
t in the year 1801, made numerous experiments, and
compelled me to leave for Japan, where I have
il lately ''—on these facts the Commissioner would be
d to grant a patent, according to the construction of
ed on the part of the appellant. But on a reasonable
n of the act the Commissioner could avoid this obvious
ithe public on the ground that, although his invention,
gew, and cannot be truthfully alleged to be new; and
been abandoned to the public, was no longer his, and
it be secured to him without taking from the public that
y had long possessed.
observed that the phraseology of the seventh section
* Shall make an examination of the alleged new inven-
; and having examined into the truth of this
- on any such examination, it shall not appear,”’ &ec.
to proceed to the other inquiries, all of which go to
was the obvious intention of Congress to give to the
oner the same jurisdiction over the claim to a patent
urts exercise over the validity of the grant when

g argument of the distinguished counsel for appel-
tason of appeal is that the authority of the Commis-
question of abandonment is derived from the seventh
act of 1836, and. that it is limited to the inquiry
eged invention *had been in publu': use or on sale,

cant’s consent or allowance, prior to the application;

the seventh section of the act of 1839 this was
period not exceeding two years before the applica-
€ argues that the enlarging provision of this section of
1839 applies to the jurisdiction of the Commissioner,
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but that the limitation expressed by the words “except on
of abandonment of the invention to the public'’ does not apy

Now, upon this distinction I beg to take issue. The posis
of the counsel is unsound in law, and the argument in support
it illogical. The whole tenor of the argument is that the stay
presents two distinct subjects of inquiry, namely, the one ¢
public sale and use, with the consent and allowance of the inventg
and the other intentional abandonment; and that the Comm
sioner is directed to make the inquiry where there have been
sales or use, with the consent and allowance of the applicant, mo '
than two years before the application, but that the inquiry by
him into the question of intentional abandonment is a clear a
manifest excess of power ; that Congress reserved this inquiry
be made by a judicial tribunal.

It will be seen that, so far as regards the question of abande
ment in the act of 1836, the provisions of the seventh and fifteent
sections are identical. If on examination the Commissioner finds
that the invention was in public use or on sale, with the inventor's
consent and allowance, before the application, he is required to.
refuse the grant; and the same facts are constituted a legal
defense in an action under letters-patent. 3

The point made on the other side is that the Commissioner can.
exercise no power not expressly conferred by the statute. If that
be true as to the power to reject, it must be equally true as to the.
power to grant. Of this there can be no doubt; but if ques-
tioned, a simple reference to the seventh section will show thats
the two powers are equally granted. .

Now it will be observed that the learned counsel not OF q
admits, but insists, that by the provisions of the seventh section 84
the act of 1839 the authority of the Commissioner to refuse H&
grant by reason of public use or sale is modified; that insteaCy
rejecting the application, if he finds that there was a public use et
sale before the application, he must now find that such public A
or sale, with consent or allowance, was for more than two0 Y= 0
before the application. Turning to the seventh section of the ®
of 1839, it will be found that it contains no reference in ol
the jurisdiction of the Commissioner. After enacting
person, &c., who shall have purchased or constructed '
chine prior to the application for a patent shall continue 10 =55
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to use and vend the said machine without liability
, the section proceeds: “And no patent shall be
valid by reason of such purchase, sale, or use prior
ication for a patent, as aforesaid, except on proof of
nt of such invention to the public, or that such pur-
m‘pnur use has been for more than two years prior
ication for a patent.'” The letter of the whole of
relates to the validity of letters-patent. “And no
be held to be invalid by reason of such purchase,”
withstanding this limitation to patents, the learned
w full well that the spirit of this clause is equivalent
a portion of the stringent provisions of the act of
at by force of construction it would be construed as
ble to the jurisdiction of the Commissioner under
| section of the act of 1836, as well as to the defenses
der the fifteenth section of that act; for it would be
uppose that Congress, in enacting an amendment to
1836, providing that thereafter no patent should be
ause of a public use or sale before the application,
f that such public use or sale has been for more
before the application, and at the same time
Commissioner to continue to reject applications for
he finds that there has been any public use or sale
pplication. No such inconsistency can be presumed
and in this respect the learned counsel for appellant
with the views 1 am endeavoring to present; but
it appears we are at issue. He divides the clause in
id makes two separate provisions of it, and by a sin-
+of construction makes one of them, and not the other,
enth or jurisdiction section of the act of 1836, and
as modifying the fifteenth or defense section; and
supports this singular construction by a very ingen-
t, he is careful not to refer to any known rule of
in support of his views. He says that this act of
effects : First. It modifies the act of 1836, so that
oner must now inquire whether the public use or
sent, has been for more than two years before the
. Second. It shows clearly that, besides this inquiry,
Other distinct and different substantive matter which
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may exist; and if it exist, will invalidate letters-patent ; and ghay
is an intentional abandonment of the right to the public,
from this he passes to a distinction between an intentional ang
constructive abandonment ; and that under this act of 1839 ﬂ‘ﬂ'&
can be no presumption of abandonment ; that actual abandop.
ment is to be proved. And from all this he draws the corollary
that this statute does in effect declare that sales and use, with
consent and allowance of the inventor, are one thing, an ing
tional abandonment to the public is another thing.

From this last enunciation the learned counsel argues that the
inquiry as to the public use or sale for more than two years be
the application, the Commissioner is authorized to make ; but

difficult to be perceived, Congress has reserved this inquiry asto
the actual interest of the inventor, to be made by a judicial
tribunal, proceeding according to the usual course of adminis-
tering justice,”’ i

I have thus carefully restated the points and arguments on the
part of appellant that I may fairly meet them if I can. And first,
as to the distinction between what the learned counsel is pleased
to call a presumptive abandonment and an intentional abandon-
ment. By a presumptive abandonment he means, I presume, an
abandonment which is to be presumed from the inventor's S
or knowledge and consent to the public use by others for
than two years before making application ; but I submit that
is not a presumptive abandonment. It isa forfeiture of
whether the delay be the result of intention, ignorance, oF AS
gence, and whether on the examination of an application, OF b
test of the validity of a patent granted, the fact to be p
whether the sale or public use, with the consent and allowance
the inventor, has been for more than two years before the
cation. The fact may be very difficult of proof, but when €
proved, that works a forfeiture of right. But on the erial of
question the presumptions are all in favor of the invent
the original and first inventor, and as such entitled 10
protection of letters-patent. On all established rules of law,
cable alike to all questions of abandonment, the presumpPrcis
that he did not intend to abandon, and in consequence tHESER
which work an abandonment in judgment of law must be Gy
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here is no other presumption, and none can be shown
recognized by any tribunal.
learned counsel terms intentional abandonment he
m what he terms the exception. He gathers this
n from the words of the clause in question, namely,
 proof of abandonment of such invention to the public.
issue with the learned counsel, first, as to this
. an intentional abandonment ; and secondly, as
ran exception to the previously well-known rules of
well known to the common law. It has always
' that there may be a dedication or abandonment of
1 to the public other than by the public use or sale,
and allowance. A use or sale by others without
ge and consent of the inventor, or by fraud alone,
een considered an abandonment; but such use or
by fraud or otherwise, will work an abandonment
tor does not assert his right within a reasonable time
s to his knowledge.
acts of 1793 and 1836 such neglect any time before
ion would work an abandonment; and by the act of
5 only been so far modified that the public use or
inventor’s consent, must be for more than two years
g application for a patent. A publication to the
ut assertion of right would be a dedication to the
wledge that another party has patented the same
thout an assertion of claim to the invention within a
ime, would be an abandonment ; for all these are acts
mislead the public into the belief that the invention
erty, or vested in another, and large investments
by innocent parties, who may be deceived by the
0 of claim to the invention; and when the right has
to the public or to another, it cannot be reclaimed.
15 no standard case within my knowledge which has
At the intention to abandon must be proved. The
be inferred as well from the proved conduct of the
85 from his declarations, and such is the doctrine of the
k #. Dialogue, 2 Peters, and of Shaw v. Cooper,
But as these are cases under the act of 1793, |
€r your honor to the rulings of his honor, Mr. Justice
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Curtis, in the case of Winsor z. Kendall ¢/ a/,, tried in the Ciroys
Court for the District of Rhode Island. This ruling was afﬁm&
by the United States Supreme Court at the last December A
and will be found in the z1st of Howard, 322, which I undgm _
is just issuing from the press. -4
In this case the learned judge instructed the jury in these
words, namely: *“ But if the plaintiff did intend not to take 3
patent, and manifested that intent by his declarations or com’
and thereupon it was copied by the defendants, and so went intg
use, the plaintifi could not afterwards take a valid patent.’ I'i;,_-
another branch of this case I shall take occasion to recur to this
ruling to show that the appellant is not entitled to a patent under
this ruling, affirmed as it has been by the Supreme Court. But
to return. Here it will be seen that the intentional abandonment
may be deduced from the conduct of the inventor as proved;
and this ruling was made in view of the seventh section of the
act of 1836.
As both classes of abandonment are matters of proof, and in
both the act of abandonment may be inferred from the conduet
of the inventor, as proved, I submit that the learned counsel ﬁﬂ':;
failed to make out from the distinctions a necessity of the law for
withholding one of them from the Commissioner, particularly in
view of the other provisions of the statute which give to &
defeated applicant a remedy, first, by appeal from the Commis-
sioner, and afterwards he still has another remedy, and Mi
the filing of a bill in the United States Circuit Courts for the
repeal of the patent, which will bring up the whole matter ey
adjudication.
After failing to show that there is any difference between
defenses of the fifteenth section and the jurisdiction given :n
seventh section of the act of July, 1836, he seeks to show &2
there is another distinction between the provisions of these
sections. But in this he is equally unhappy. The coun
your honor that among the inquiries to be made by the Com
sioner under the seventh section of the act of 1836 15 W/ =, o
the thing patented had been described in a printed pub! -
in a foreign country, and that if he finds that it had not, he
to inquire whether it existed in a foreign country ™ nr;
alleged invention ; and yet he says under the first provis® =2
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ction of this act the defendant may show that it ex-
foreign country before the alleged invention by the
and then—mark this—the patentee must prove not
“he was an inventor, but that when he applied for his
believed himself to be the original and first inventor.
ition is not, I submit, fairly derived from the statute.
the good sense of the statute provisions. Under the
ction the Commissioner is to inquire whether the
wention had been before invented or discovered by any
n in this country, or that it had been patented or de-
any printed publication in this or any foreign country,
if not, he shall grant the patent.
ere is no matter better understood at this day than the
‘pleading and the course of evidence in patent causes.
is prima-facie evidence that the patentee is the origi-
inventor of what is claimed as new, and that the pat-
el himself to be the original and first inventor, and
s not know or believe that the same was ever before
; and it is so made prima-facie evidence because
ant, before he can receive a patent, is required by the
n of the act of 1836 to swear to these allegations, and
Commissioner is empowered on examination to refuse
he finds that when granted it would not be valid. (Bur-
ning, 15 Howard, 252—-271.)
efendant attacks the validity of the patent for want of
| the alleged invention in putting in his evidence, he is
itted to do what appellant’s counsel says he can do,
,Show that the invention existed in a foreign country before
invention by the patentee, unless he can also show
entee had knowledge of this fact, because such evi-
d not invalidate the patent; and no court will permit
proved which, when proved, can have no bearing upon
The defendant must first overcome the prima facies
; and before he can be permitted to prove any prior
in a foreign country of the thing patented, it is clear
ust disprove the evidence of the patentee's oath on
atent was granted. It must be obvious that the coun-
ror, for if the defendant be permitted to prove the prior
1€ Invention in a foreign country, how can the patentee
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plaintiff overcome this? He is the only one who can :
whether at the time of making application he believed himu]fh-”
be the original and first inventor ; and the oath to that effect h&
made on presenting his application, and that formed part of hiad
prima-facie case in the opening. It is obvious that in this T“Pﬂt'- i
the provisions of the seventh and fifteenth sections are the “"ﬁ
and that in drafting the act the form of a proviso in the fifteenth
section was adopted, the better to insure the clear sense of Cop.
gress, that the fact of a prior knowledge of the invention in a
foreign country should not invalidate a patent, except on proof
that such prior foreign invention was either patented or described
in some printed publication, for such patent or publication in evi-
dence would not be subject to the prejudices and errors of memory,
which render the testimony of living witnesses as to such facts so
unreliable. The effort to mark a distinction in this respect between
the two sections of the act is condemnation strong of the views
urged on the part of the appellant.
The leading error of the learned counsel's argument is to be
found in the misconstruction of the seventh section of the act of
1839. The clear object of that section was to relieve inventors of
the stringent provision of all the previous patent acts in reference
to a forfeiture of the right by a public use or sale, with the con-
sent and allowance of tHe inventor, before the application. And
in providing this relief, public policy and common justice required
that persons who became possessed of a newly-invented maching,
with the knowledge and consent of the inventor, before applica=
tion for a patent, should be protected in the continued proprietor-
ship of such machine after the grant. The section, after makifg
provision for the protection of such use or sale before applicatiofs
then provides for saving the rights of the inventor by reasonoi
such public use or sale, with consent and allowance, before H€
application. And as such relief from the restriction of the §
vious laws, unguarded, might be construed into a virtual ¥
of »ll existing laws on the subject of abandonment—and 1™
obviously necessary to put some limit to such public use of
before the application for a patent—a limiting clause was a3
which virtually says to the inventor, We will allow you to usé& #_
to sell to others to use, or to permit others to construch
invention before making application for a patent, without d&=7
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or claim to letters-patent; but in doing this, you must
d that you must not in the meantime abandon your
to the public; your declarations and conduct must not
 to induce the public to believe, so that they m:ght act
, that you do not mean to patent this invention, or
nnt claim it as your invention. So long as you observe
ace, and deal in it as your invention and your property,
for the period of two years, delay making application
without forfeiting your right to a patent ; but if you
boundaries, your rights shall pass to the public.
use virtually says to the Commissioner : Hereafter, on
tion of an application, instead of determining whether
n has gone into public use, or has been sold, with the
allowance of the inventor, before his application, you
 whether there be proof that he has abandoned his
the public, or whether there be proof that this public
e, with his consent, has continued for more than two
his application ; and if you find either of these condi-
it will be your duty to reject the application. And
terms the statute is addressed to the judicial tribunals.
of the said clause are in strict conformity with this pur-
no patent’’ or claim for a patent shall be held to be
reason of such purchase, sale, or use, prior to the
for a patent, except on proof of abandonment of the
the public, or on proof that such purchase, sale, or
s been for more than two years before the appli-
I submit, is the good sense of the clause, Itis in
the general purpose of the act of 1836 and with
It does not give to the Commissioner authority to
nt, because of the existence of some facts which would
the grant if made, and direct him to make a grant in
roof of other facts which would be equally fatal to the
made.
¥: on this question of jurisdiction it has heretofore been
that his Honor Judge Cranch ruled in the case of
dreth (anfe, p. 12) that the Commissioner has no
of the question of the abandonment. This very case
o his Honor Judge Morsell in the case of Ellithorp v.
{ﬂﬁr, p- 585); butafter fully considering the opinion in
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Heath ». Hildreth, came to the conclusion that this question was
not there decided. * * * i

It is clear that the learned counsel for appellant failed to notice,
as his Honor Judge Cranch failed to notice, that this was a cage
of interference arising under the eighth section of the act of 1825
instead of the seventh section, and that under the eighth Stctidn
the jurisdiction to determine the right as between the two p“l't.iel'.';
must, from the very nature of the case, be general, as it was under
the arbitration section in the act of 1793, before referred to. The
authority to determine all questions that can affect the legal title
must be given to the tribunal that is required to determine which
of the two parties claimant is legally entitled to the grant; otherwise
this tribunal might, by reason of its restricted jurisdiction, deter-
mine that A is entitled to receive the grant ; and after the making of
the grant it might be declared void by a judicial tribunal, for the |
very reason that B was the party entitled to the patent, in judg-
ment of law and fact, and when it has become too late to confer ;
the grant upon B. If there be any power to adjudicate confliet-
ing claims to the grant, the act, to be consistent, must author-
ize this adjudication to be determined by all the rules of law which
are to control the grant when made.

Under this state of facts, the question is whether the L"omm'ui_-_.; 1
sioner, in determining that the invention was in public use, with.
appellant’s consent and allowance, more than two years before hll
application for letters-patent, should have determined that this
must be considered with reference to the application filed on the.
6th of October, 1858, and now at issue. In other words, must
this public use have been for more than two years bEfﬂf‘& ﬂ*
present application now at issue, or before the application 85
1850, which was withdrawn unconditionally in 1851. -

On the part of appellee it will be contended, not only that ap~
pellant cannot be permitted to state his present application Dag
to the application of 1850 to avoid the legal consequences Th
laches on his part, but that the unconditional withdrawal of i 7
application in 1851 was in itself an abandonment of his inve
to the public. .

In deciding the first branch of this proposition : gainst apPe"
lant, the Commissioner of Patents says that he conformed ;
rule previously established by his Honor Judge Morsell 12 =5
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Mowry ©. Barber (ante, p. 563). I have nota copy of this
' I am not, therefore, competent to form an opinion
nts decided by his Honor, but presume that the Commis-

ertain its real scope.

s in evidence clearly show that there was no actual
the application of 1850 either in its first or amended
e suggestion that, so far as the matter, in the defect-
which it was presented, did not appear to present
novelty in all the claims presented, cannot be termed
ive rejection such as the seventh section of the act of

aming, for the purpose of the argument, that this wasa
the application, and made in error, the next question
5 is whether, to preserve his rights, appellant was not
sxhaust the remedies afforded him by the statute. He
tht of appeal, to which he did not resort. On the rejec-
application the statute presents to the applicant one of
ives, namely—to elect either to abandon the matter or
 his claim by appeal; and to these the practice of the
fice since 1836 has virtually added a third, namely,
his claim by renewing his application on the basis
st and insisting that there is error in the judgment
nmissioner, Appellant did not resort to either of the
but, instead, elected to abandon his invention by an
withdrawal, and filing a notice of this election en-
record, relinquishing his right to the model, and
part of the duty paid into the Treasury. In what
an inventor more distinctly announce an abandon-
by such a notice? I submit that a notice of abandon-
hed ina public journal could not have a stronger legal
k an abandonment than this written notice filed in the
s of the Patent Office. The model from that time
lic property, to be thereafter exhibited as public notice
onment of the invention to the public. The require-
Statute as to the relinquishment of the model means
It cannot be a requirement without intention, and
i must be to notify the public that thereafter the
Wwhich was described in that application, so far as it
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contains anything first invented by the applicant, has been
abandoned to the public. There can be no other purpose, apg
none other is suggested by appellant's counsel. Here, then, js
an entire relinquishment of the remedies provided by the st
ute, and a complete relinquishment of all right. Can the ip- '
plicant at any time thereafter renew that application? Cleagly
not; because the conditions of an application require the pre.
sentation of a model ; and having relinquished his claim to the
model-making part of that application, it is no longer his to pre.
sent. It cannot be said that it was the intention of Congress that
after such a withdrawal the party should be at liberty to renew ]
that identical application, for no such construction can be given
to the act upon any assumption ; and by a familiar rule of law,
property which once passes to the public cannot be reclaimed.
On no condition can it be reclaimed. No circumstance, not even
that of extreme poverty, so eloquently urged by appellant’s coun- -
sel, can justify the restoration, for Congress cannot have intended
that the progress of improvements should stand still to suit the
convenience or even the poverty of any one man ; and unles
Congress contemplated such an absurdity, the law cannot be pre-
sumed to contain a provision for such a special case of hardship;
and it follows necessarily from this that unless that application, 50
voluntarily and unconditionally withdrawn, can be restored to its
original condition, some other application must be made, and all
the acts of the applicant must relate to such other application.
There must be a new start. That first application undoubtedly
can stand as proof that at that time an invention was I ;
and described, but so far as regards evidence of a contff=t
intent to patent it, it has lost all power; for if it proves any-
thing, it proves the relinquishment of such intention. Uﬂd“-'r.ﬁ’f{
circumstance can there be a return to that original and W=
drawn application, as the basis of the present, to avoid lach
except by proof that the intention to prosecute it was D
abandoned; for an abandonment of that intention at any
breaks the continuity and makes the two applications Sk g
and distinct transactions without legal relations the on€ b
other. That there was no continuity of this purpose, = PR
first, by the unconditional withdrawal of the first applicatiofs

second, by the testimony of Mr. O. B. Potter, who tes
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ng of 1856 appellant did not remember what that appli-
ed. It is clear, therefore, that the acts of abandon-
in _]udg‘ment of law relate to the application of 1858.
ned counsel for appellant has referred to certain cases
view to show that the present application may relate
first ; but neither of these cases have the most remote
the point in question. The case of Grant v. Ray-
es to the question of the surrender of a defective pat-
in a reissue on an amended specification of the same
In that case a patent was actually granted on the first
, and by inadvertence and mistake the specification
ive. The patent was surrendered, and the original
nded by a reissue of it relating back to the original
‘the courts held that all acts of abandonment must
on back to the original application; for it was clear
had been no abandonment of the right either by inten-
neglect. The surrender of the old patent was for a
purpose, and that purpose a correction of technical
original titledeed. At no period could an abandon-
been inferred from the acts of the patentee.
case referred to is one which has not been reported ;
‘no opportunity of examining it, no copy having been
0 me with the argument ; but I know the facts, if prop-
ed, as I was in the Patent Office during the whole
occurrences, and the facts must be the same as in the
referred to of Wilder ». Gaylor, tried before Mr.
on, and afterwards affirmed by the Supreme Court.
S tried before Mr. Justice Nelson is not reported, but
error tried in the Supreme Court is reported in 10
. I am unable to find that there was any exception
5 on the question of abandonment or of the delay in
patent. From my recollection of the facts, the ap-
pending in several forms before the Patent Office
1843, when the patent was finally granted. But
is case being in point, there is no case which fur-
er evidence of a determined persistence on the part
ant in urging the grant of a patent. The application
ly rejected, and as often renewed, the old one with-
0 every occasion substituted by a new application,
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until finally the patent was granted. And this is attempted .
be compared as a precedent to the present case, in which
was no official rejection, but a voluntary and unconditiona]
drawal and abandonment of all efforts to get a patent for p
years, and until the great success of a rival claimant and s,
almost universal use of the invention throughout the egy
started a spirit of speculation either in the mind of appellag
of some other persons. &
[The remainder of the argument upon this head is omitted]
The third reason of appeal charges that the Commissioner
erroneously decided that Wickersham had abandoned his inven-
tion to the public, and therefore was not entitled to a patent.
Under this reason of appeal, the learned counsel for appellant
arranges the third head of his argument, namely, ‘' whether the
evidence shows Wickersham intentionally abandoned his inven-
tion to the public.”
It is conceded that the presumption is that no man intend
abandon anything he owns; but there is a broad diffe
between the abandonment of a realized successful invention
an inchoate invention, and the mind is often struck with
ment in tracing the history of inventions and their rise and p
ress, at first no one having faith in the ultimate success,
then, after years of struggling on the part of the inventor, 50
times aided by a small capitalist, more bold than the rest and
tenacious of his gold, and after success has smiled upon the
lorn hope, to see the universal faith developed, no one suppo
for a moment that there was ever a doubt. B
On the supposition that Wickersham did invent what
Commissioner’s decision has awarded, and looking at that
tion through the medium of its present successful condit
would indeed be difficult to presume, nay, it would be imp<
with such rights, to presume, that he, being the first inventor
having the privilege to secure the exclusive right to §
meant to abandon such right and bequeath such wealth
public. This is the medium through which the learned €
for appellant presents this question to your honor's consit®
The question is whether, in view of this state of things
a single true conception of the value of this inventiof 1
tended to abandon it, either when he cancelled the spect
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gs in which it is said it was described and represented,

finally withdrew his application ; or, later, when he
ng a different channel of thought, whether at any of
ds, or later, he intended to abandon this improvement.
inquiry, and not whether he intended to abandon a
zed idea, for with him it never was realized. It never

far enough ; and so little impression did it make on
hat when informed by the Commissioner that in his
for a patent he must limit himself to one of the several
expunged the very one now said to be at issue, and
the other, so worthless that its duplicate has never been

0 re : Is there any process of reasoning which can
¢ intentional abandonment more clear than a simple nar-
what is proved? It is said that a self-evident proposi-
i not admit of being argued ; and yet it s;ems to me that
counsel has argued against such a proposition. What
ional abandonment, if a voluntary cancellation of the
cation and drawings describing and representing this
nt, and the final withdrawal of the application, be not
m such an abandonment ? If he had never made appli-
| patent for these improvements, the counsel's doleful
pellant’s poverty might tend to show that he could
fee required to be paid to the Government ; but this
and afterwards withdrawn.

est, suppose that from extreme poverty appellant had not
plication in 1850; can it be pretended that on his appli-
e in October, 1858, he would be entitled to a patent
tnce in this case? Surely not; and yet, how can the
made an application in 1850, which was voluntarily
better his condition? It is said on the other side, the
er has decided that he was then entitled to a patent ;
and so he was equally entitled to a patent without
ication. In one case he could not get the patent
ecting his application and prosecuting it, and in the
€ could not get it without applying for it. In either
Non-grant of a patent was by reason of laches. The
of Lazarus would not avail to retain the right in view of
‘and for the very sound reason that the law presumes
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that a party who makes an invention will be able to raise
enough to apply for and prosecute his application for a pateng.
and the statute has not provided a charity fund for the relief o
indigent genius, nor has it made special provision for the perpet.
uation of the rights of that class of inventors.
[The remainder of the argument upon this head is omitted,]
The fourth reason of appeal (for the fifth is no reason at aiy
is that the Commissioner erred in deciding that Wickershamij
invention had been in public use or on sale, with his consent 'nd
allowance, more than two years before the date of the renewal
of his application for a patent upon which the interference was
declared. Assuming all other points to be decided in favor of
Wickersham, in this he must, I submit, fail. The present appﬁ;'
cation was filed October 6th, 1858. The proof is clear and undis-
puted that in the spring of 1856, nearly two years and a hal
before, he was engaged in hunting up and trying to remem ber
facts for the defense in suits brought by Singer under his patents
and against machines having the kind of feed now in controversy.
Here, then, is undisputed evidence that more than two years.
before his pending application he had knowledge of the public
use and sale of the invention claimed by him, and there is no.
evidence tending to show that he protested against such use and
sale. Under the seventh section of the act of 1836 the Commis:
sioner has jurisdiction, and must reject.
As by the provisions of the seventh section of the act of 1839
the inventor must not permit the public use or sale more than
two years before his application, the ruling in the cases of Shaw
». Cooper and Pennock w#. Dialogue, before cited, apply ""ﬂ'
peculiar force; for after he became aware, by his connecr

.,

with the Singer suits, that Singer had patents, and that mact
of this kind were not only manufactured and sold exte velys
but that they were already the subjects of litigation, he was DOSE
on pain of forfeiture of his right, to make immediate asserﬂm:
his claim. This he not only failed to do, but so completely BEE
he abandoned the invention that Singer’s patents and the de
ant’s machines failed to recall to his mind that he had €
invented such improvements or that he had ever named
any application for a patent. .

In conclusion, for 1 fear that I have already uverstfppad i
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moderation in the length of my argument, I beg to
opinion of Mr. Justice Nelson in the case of Parkhurst
an, 1 Blatchford, 488, 494, in which it was held that delay
application for a patent, or in putting the invention
practical use until after another has reduced the
jon to successful practice and obtained a patent, works an
nt of the right. In that case the delay was much less
, and the evidence proved poverty as an extenuating
e to account for the delay.
of the law of patents, which is to encourage the
practical progress of inventions, calls for a construction
al provisions, such as shall protect those who couple
ity industry and activity of purpose in the produc-
ntions and the introduction of them into public and

cy, which looks not simply to the reward of inge-
it the good of the many, calls for such an administration
aw as shall, while avoiding injustice to any, and with a

riod—such an administration of the law as shall dis-
ay in perfecting and reducing useful inventions to

im in this case is for two improvements upon sewing
the first being for the application of a feed mechanism,
of a roughened wheel combined with a spring pressure
enables an operator to sew seams of any shape or
th equal facility as straight seams could have been
made ; and the second claim is for placing thz feeding
ch position that its operative part shall project through
of the table of the machine so as to act upon the fabric
convenient way for advancing the material to the
for disengaging the portion already stitched. The
is most clearly stated, as is the whole history of the
well-considered report of the revisory board of the
h forms the basis of the Commissioner’s decision. The
, upon that report, decided that Wickersham was
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the prior inventor of these improvements, but rejected his glain
for a patent because of abandonment, laches, and two yearg’ S,
lic use by his allowance.

The reasons cf appeal present three points of alleged errgr jn
that decision : First. That the Commissioner has no jurisdiction
to inquire into and determine upon the matter of abandong
Second. That there was never an abandonment of the claim
Wickersham. Third. That the period of two years' public g
with the knowledge and allowance of the applicant, is not to be
computed from the date of his present application, but that ¢
is purged by the original application, made in February, 1
and withdrawn in 1851 on account of mistaken or erroneous s
gestions from the then Commissioner. The jurisdiction of
Commissioner over the question of abandonment has been
peatedly asserted by successive Commissioners with great
of reasoning, and on two occasions has been unequivocally u
held on appeal by Judge Morsell; first in the case of Mov
Barber (anfe, p. 563), and again in the case of Ellithorp ». Robert-
son (anfe, p. 585). Upon careful consideration of the argume ts
in this case, I find no ground on which the correctness of
rulings can be impeached. It is said that no power or j
tion can be exercised by the Commissioner which has not
granted him by the statutes ; that this power has not been
pressly granted, and that the policy of the law is to withhold
investigation from him, and to reserve it for settlement by ajt
after a patent shall have been granted. g i

No one will deny that the Commissioner must look to thestat
utes creating his office and defining his duties for every po¥=
which he can exercise ; but it by no means follows that every ¥
and jurisdiction must, upon the face of the statute, appe
words of express reference and definition. All the laws
upon the same subject are to be construed together,
meaning of the legislature to be gathered from every part
from the general policy designed to be carried out by the
enactments. A liberal interpretation for the purpose of mé .
the parts of a system consistent and harmonious with on€ & g
is admitted to be a proper rule of construction ; a“‘fl .
to the patent laws themselves, the greatest of Americal b
has declared that they ‘“‘ought to be construed in the SP
which they have been made.”’
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counsel of the applicant admits in his argument that

ion of the act of 1839, nor, so far as the section itself
alluded to in the clause saving to the applicant the
uny use in public short of two years in duration, yet he
ssary intendment have the duties prescribed to him
section of the act of 1836 modified by that section
make it his duty to grant a patent under that sixth
otwithstanding a public use or sale of the invention,
- public use or sale has continued for more than two
to his application. The disability springing out of
ent is not only found in this seventh section, but is found
clause, and is made an alternative to the vice of two
cuse. If, then, the Commissioner is enjoined, although
amed in that section, not to reject a patent except on
the invention has been in public use or on sale for
two years, how can the other alternative be discarded
sentence, to wit, *‘ on proof of abandenment of such in-
to the public?”’ This will be the more apparent if we
e order of succession of the two parts, and read the latter
section with no other change than this insertion, as fol-
**No patent shall be held to be invalid by reason of
ichase, sale, or use prior to the apphcatlnn aforesaid,
proof that such purchase, sale, or prior use has been
an two years prior to such application for a patent
nment of such invention to the public.”” Now, con-
 reference to the section taken by itself, this inversion

nor to its grammatical construction; and it makes
if to carry out the design of the legislature it be
the true reading of the last branch of the sentence
s ‘“‘by the Commissioner” be interpolated after the -
patent shall be held to be invalid,”’ the same interpo-
be extended and applied to the other branch declar-
of an abandonment. Indeed, but one reason for
‘Separation of these two matters of inquiry is assigned,
t the party ought to have an opportunity afforded
emanation of a patent to test this question before a
‘alone are fitted to try questions involving fraud or
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intent ; and that otherwise, upon error committed by the Com.
missioner, the party would be without remedy; but a referene
to the sixteenth section of the act of 1836, and the tenth sectign
of the act of 1839, furnish an answer to this objection. It is thers
provided that a disappointed applicant may file his bill in eq
for redress ; and according to the course of the court of chang
if the judge thinks the case proper for a jury he may order g
issue to be tried before a jury to enlighten his conscience
the matters of fact in controversy. But were this remedy nop
open to the party it would be strange indeed to construe the
as requiring the Commissioner to issue a patent upon a state
case which, when next day made apparent to a court of law or
equity, would require that court to pronounce the patent utterly
void. Itis said that the law never requires vain things to be
done ; but to require a Commissioner of Patents to issue a worth
less and void patent would be worse than vain. [t would be to
direct that persons should be armed with a warrant under the
great seal of the United States, in order to go into all the courts
of justice in the land to hunt down their fellow-citizens with
oppressive, idle, and vexatious litigation. A body of laws ﬁ.
signed * to promote the progress of science and the useful arts™
could never “ be construed in the spirit in which they have beea
made”’ if the statutes were interpreted so as to produce results.
like these. 1 think, therefore, that the first reason of appeal can=
not prevail, and that the jurisdiction of the Commissioner over
the question of abandonment is clear under the seventh section’
of the act of 1839, and that it is unnecessary to resort in aid of |
the jurisdiction to the eighth section of the act of 1836, Iro
which indeed strong arguments might be drawn to show that
possessed the power upon an issue of interference if he had it
upon all forms of application for patents. :
The controlling principles of law by which the claims of
applicant, under the second and third grounds of alleged €©
are to be weighed in connection with the facts disclosed upo®
record, may best be stated in the language of the Supreme -
as follows: ‘‘ It is the unquestionable right of every IIVE"
confer gratuitously the benefits of his ingenuity upon the Pt
and this he may do either by express declaration, or by €%
equally significant with language, such, for instance, as 5
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th public knowledge in the use of his invention by others ;
forfeit his rights as an inventor by a willful or negli-
onement of his claims, or by an attempt to withhold
of his improvement from the public until a similar or
g improvement should have been made and introduced by

‘Whilst the remuneration of genius and useful ingenuity
y incumbent upon the public, the rights and welfare of
nity must be fairly dealt with and effectually guarded.
ions of individual emolument can never be permitted
- to the injury of these.”” Kendall ». Winsor, 21

Peters, 321,) the court say : “ The acquiescence of an
1 the public use of his invention can in no case be pre-
iere he has no knowledge of such use ; but this knowl-
- be presumed from the cireumstances of the case."’

inent facts of the case are that Wickersham made an
on for a patent for sundry improvements upon sewing
8, embracing the two claims now in question, on the 13th
ary, 1850. On the 20th, his specifications and drawings
turned to him for the purpose of having them put in
for adjudication. On the 15th of March he trans-
dmwmgs and specifications, returning at the same
als, as |mtructed Thesu: new spm:lﬁcatmns and

nowhere contained any allusion to the claims now in
They, too, were returned, because not conforming to

ind in reference to the claims in this second set of draw-
ifications, the Office letter of April 5th, 1850, inclos-
further amendment in compliance with the terms of
gested that, so far as appeared, only the first of the
ts therein claimed was patentable. Without further
amend his application or to procure any determinate
Office, the case remained in this predicament until
h of May, 1851, he wrote to the Office, withdrawing
€ation and requesting return of $20 under the law. The
f $20 was accordingly returned to him on the 12th of
after an intermediate letter of the 6th of June reiterat-

ication for withdrawal and directing the mode of

r
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transmitting the $20. From that time to the 2d of October, 1858
the date of his oath to present application—he made no moye.
ment towards a renewal of his pretensions before the Office,
for aught that appears in the testimony, did he make any effort o
get others to assist him in prosecuting or renewing the claj
although he made efforts to procure patents for other matters
Meantime, I. M. Singer, the contestant, who appears upon the
face of the record to have been likewise a bona-fide, original jn.
ventor of these same improvements, (and, to say the least of them,
in a more complete and better form, if not thereby independuﬂﬁ_
patentable, by the substitution of the roughened or corrugated
feed wheel for one armed with numerous sharp-pointed P"w
tions,) made applications, dated, respectively, on the 18th of Oc-
tober, 1850, and on the 1sth of March, 1851, which, being
diligently and persistently urged before the Office, resulted in pat-
ents of August 12th, 1851, (No. 8204,) amended und reissued
October 3d, 1855, (No. 278,) covering the first and most impor-
tant of the two claims, and in a patent of November 4th, 1856,
(No. 16,030,) covering the second improvement. Singer's ma-
chine was first used in Boston, the place where Wickersham lived
in the fall of 1850, (Potter's deposition, eighth interrogatory, and

Roper's deposition, eleventh, twelfth, and thirteenth interrogate-
ries,) containing both these improvements. In 1853 Singer's ma-
chines were commonly and notoriously in use and on sale in Bos-
ton. (See Bradshaw’s deposition to re-cross interrogatories 4 and
5.) Did Wickersham know of their use at that time, he being at g

the same time in the same market a manufacturer and vender &t
rival sewing machines, as appears by the testimony? (Sees
depositions of Arnold and Butterfield.) And is it fair to presume
this knowledge *‘from the circumstances of the case,’’ to USE
language in Shaw . Cooper? But there is another item of P
to be found upon the records of the Patent Office and amof
the files sent to me which seems to have escaped the observs
of the counsel on both sides, which proves beyond contr®
that Wickersham was all this while keenly alive to his intéf
conversant with the state and progress of the art, watchful of 3
competitors, and aware, to say the least, that Singer was @ L
facturer of sewing machines. I refer to his letter of F“'fﬂt
the Office, dated March 14th, 1853, in which he objects t© -
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a patent for an improvement in the use of a
edle in sewing machines., After all this, it is true that
m went to England in January, 1854, and remained

&um the legal operation of delay in asserting his rights
of his absence beyond seas for these two years. But
were even so that up to the time of his return from
had no knowledge of the public sale of his improve-
stands the case afterwards? According to the testi-
bster (answer to twenty-sixth interrogatory, page 21)
fimony of Potter (answer to fourth interrogatory, page
eleventh and twelfth cross-interrogatories, page 57)
5 of Singer were carefully explained to him by Potter,
ested in procuring testimony to defend these identi-
and Wickersham, on the trial in New York in May
356, was examined as a witness against Singer upon
The witness Potter does indeed say that in any
he may have had with Wickersham subsequent
June, 1856, he may not have adverted to the points
these claims, because they had subsided in import-
d to the after-stages of the controversy. But he
ys in his cross-examination, as intimated by counsel
n the purport of his answers to the eleventh and
-interrogatories, that he had not distinctly explained
ed the whole matter to Wickersham in his interviews
ng : and there is no qualification of Webster's state-
the whole matter was fully disclosed in April, 1856.
ickersham was all the while alive to the importance
of his invention, and designed, so soon as pecuniarily
ew his application for a patent, it passes human cre-
elieve that he did not know in the spring of 1856 of the
and sale of the improvements in question. If still too
w his application, a cheap and obvious way of assert-
sive claims was open to him, viz., by warning Singer
elf was the original inventor, and notifying him that
ted upon his claims and meant to vindicate them at
me and in the proper way. But nothing of this sort
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appears in the testimony, nor is there any word to warn Sjj
of any exclusive claim of another; but, on the contrary, so fur
Singer is concerned, the conduct of those suits and Wickershg,
participation in them as a witness were the broadest proclam
that these improvements were free and common property to
whole world, and that no human being was to be restricted f§
their free and unbought use.
Now, from May or June, 1856, down to October, 1858,
years and four months at the lowest calculation, Wickersh
interposes no objection to the public sale and use by Singer (
his invention. But it is argued that the power of attorney
cuted by Wickersham in favor of Henry B. Renwick, dated A
11th, 1856, discloses an assertion of right and a purpose to p
ecute his claim to a patent. Potter’s deposition to fourtee
cross-interrogatory explains the reason why that instrument
drawn in the form it bears; that the sole object of execul
it was to procure Wickersham’s drawings and specifications f
the Patent Office, to be used in evidence in the suits of Sing
against Grover & Baker and Wheeler & Wilson in New Yo
and that it was his habit to adopt that form of power for sif
purposes. Furthermore, that he never promised Wickersham
renew his application, nor was he ever requested to do so.
Renwick, in answer to the ninth interrogatory, page 60, says,
he neither took any steps to procure Wickersham a patent,
was he ever requested to do so. Potter states, also, in answer
the fourth interrogatory, that when Wickersham signed th
power of attorney he expressly said that he wished it underst
that they (Grover & Baker and Wheeler & Wilson, or their ag
should pay Renwick, and that he should be put to no exf
about it. The learned counsel for the applicant has argued
if the well-settled rules of law prevail”’ the purportof€
instrument cannot be changed by parol ; *‘and that this do
is conclusive to show that within two years after Singer
obtained his first patent Wickersham had not consentes
allowed the public use of his invention, but was asserting.
right and contemplating its prosecution.”” There is no 5'{ g
of law in regard to written instruments where they are % 3
to effect the rights of third persons—strangers to the instal
and not in privity of estate or interest with the parties
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contrary, parol proof is always open ‘‘to third per-
it were otherwise, might be prejudiced by things
the writings contrary to the truth, through the igno-
Jessness, or fraud of the parties, and who therefore
to be precluded from proving the truth, however con-
to the written instruments of others.” (Supreme Court
] 't.ed States in case of Burreda ¢/ a/. 7. Silsbee &f al., 21

prominent facts of the case which have been adverted
pear that prior to 1854 the facts and circumstances
of Wickersham furnish the strongest presumption
dge of the use in public of this invention as embodied
machines ; and that in the spring of 1856 knowl-
of Singer's assertion of right was communicated to
t he so acquiesced in that public use as to prevent
er after asserting his exclusive right to the invention,
ntinued supineness is to be purged, in contemplation
the circumstances connected with his first application,
back and connect by legal relation his present appli-
e date of his first application in February, 1850. The
Judge Woodbury in the case of Adams v. Edwards, 1
Judge Nelson in Gaylor .Wilder, 1 Blatch., 597; and of
in Rich z. Lippincott, 2 Fish., 1, are relied upon as set-
i¢ highest authority that if a first application is withdrawn,
the sake of the money on account of poverty, or under a

elded, but on discovering his mistake, or being better ad-
a new application within a reasonable time—there is in

e back to the first. To understand the rulings of
it judges it is necessary to advert to the state of facts to
instances given their decisions were applied. They
given in suits upon the same patent and upon the
of facts, which were substantially as follows: Daniel
filed an application for a patent for an improved fire-
on the 1st of April, 1836,which was rejected in Septem-
r : and on the 22d of December he applied for a patent
nbination of a desk and safe, which was granted in
7. Fitzgerald was in partnership with one Sherwood,
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May, 1837. On the 27th of June, 1837, after Sherwood’s pag
and pending his application for the desk and safe combined, Fi,.
gerald wrote to withdraw his first application of April, 1836, and
was withdrawn in September, after his patent for the combined sifa
and desk was issued. Both Fitzgerald and Sherwood continged
to make safes, not using the mechanical contrivances they had
patented. In January, 1838, Fitzgerald applied for a patent for
a safe substantially the same as his first application, which was
rejected and subsequently withdrawn. In March, 1838, Fitz-
gerald assigned his patent of 1837 to Wilder, and agreed to ma
all necessary application for improvements and additions. In
1839, April 11th, Wilder, as assignee of Fitzgerald, again applied
for a patent for a salamander safe, varying somewhat the descrip-
tion, upon which, after various rejections and modifications of
specification, a patent was granted in June, 1853. It appearedalso
that prior and subsequent to the issue of the patent of August,
1837, Fitzgerald and Wilder had made and sold salamander
safes, describing them as patented; and there was also evidence.
to show that Fitzgerald claimed and represented to Wilder that
his patent of August, 1837, embraced the salamander safe; ﬁ
when Wilder discovered that the patent did not, as he had "
supposed, cover the salamander safe, but only the combination
of desk and safe, he made efforts to obtain one that would. -
Upon that state of facts it was held by the several judges above
named that if Fitzgerald or his assignee supposed their patent 04
1837 covered the invention of a salamander safe, when in factit
did not, and that under that supposition they made and s0'¢
safes for more than two years prior to their application of I83%
and that the application of 1839 was filed upon the discovery i
their safes were not protected by that patent, and that this 8PE 0
cation was made with diligence after such discovery,—then
application of 1839 related back to application of 1836, which e
erroneously rejected in 1836. The jury found these facts Lo E=0

and thereupon the patent of 1853 was sustained. The P ‘. J
language which Judge Nelson used in his instruction upen =
case may be found at page 585 of 1oth Howard’s Supreme ";
Reports, in case of Gaylor v. Wilder, and will here be A% g
prevent the Office from misapprehending, by reason of the ey
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filed in this case, the form of his ruling: ** If they [the jury]
yat Daniel Fitzgerald was the first and original inventor of
rovement, as set forth in said patent, and had not aban-
dedicated the same to the public, but had with reason-
ence pursued his invention till he had perfected the same,
due diligence in applying for and pursuing his applica-
a patent until he obtained the same, then he was entitled to
r.”” Upon that charge and that evidence the finding was
intiff. In other words, the jury ascertained by their
t the first application of 1836 was withdrawn by Fitz-
pon the idea that the application and patent issued a
s later covered the invention: that he continued uni-
d unremittingly to assert exclusive right over the in-
n, selling it as patented; that so soon as he discovered that
aken, and that the patent under which he was operating
er the invention, the assignee renewed his application
the mistake corrected—certainly within twelve months,
ignment bore date March 28th, 1838, and the renewed
on was filed April 11th, 1839, and, as appears from other
e testimony, this discovery must have been subsequent
rust, 1838—the time of a certain contract between Wilder

liam Adams and others, which gave rise to the suit before
oodbury.
s, then, from these decisions that the withdrawal of
ion and the return of twenty dollars—part of the
is not of itself an abandonment or dedication of one's
 to the public, but is an equivocal act, to be interpreted
nding circumstances, and to be affected upon a second
by the subsequent conduct of the party—his diligence
and delay—in the same manner as his conduct is
hed in regard to an original application; and so I
the practice of the Office to have been to receive
plications, either for the whole or a part of a rejected
e pood cause and due diligence are shown. The
" Singer himself in this case show that they were em-
is first application, omitted from his patents, and after-
Warded to him—the one in his renewed patent of 1854
‘Other upon the crowning of his persistent applications and
&d claim down to 1856. With regard to the first, it per-



688 WICKERSHAM V. SINGER. [ ]

Opinion of the court.

haps more properly falls within the class of reissues under thel
thirteenth section of the act of 1836 and the eighth section ufr
the act of 1837 ; but not so with the patent of 1856, which ig not
a reissue. o
How stands the case of Wickersham in this regard? I thigk
it has very properly been argued that there never was any rejec.
tion by the Office of his claims to the present invention. The
law requires explicitly that the applicant shall file a clear and
intelligible representation of his invention and claims of no
in both specifications and drawings, to be signed by him and
attested by two witnesses; and when papers are filed without
these due formalities, it is the duty of the Office to decline to act
upon them in their imperfect state, and to return them to the
party, with such suggestions as may present themselves for the
better information of the party. Certain suggestions were made
to Wickersham and communicated by note of February zoth,
1850. A new set of specifications and drawings, by their appear-
ance manifestly substitutional, and not merely additional or amend-
atory of the first, were shortly forwarded, and these were again
returned, for the purpose of being authenticated according to law
by Office letter of April sth, 1850. Neither in these specifica-
tions or drawings nor in any of the models did the claims nowsa
question appear ; and of course in reference to this second set
must that Office letter be understood ; nor, indeed, even so under-
stood, can it be regarded as a final judgment upon his case. He
seems to have made no further effort to comply with the law until
he withdrew the case. It certainly is not the duty of the Dl’ﬁﬂ _
to stand at the elbow of applicants to unfold to them the Im= =
portance of their inventions and to explain to them everything
which they might do to procure a patent. Persons are prestts f‘
to possess a reasonable amount of intelligence and acquaintai=
with the modes of doing business. It would be impossible h;
the Patent Office to conduct its varied and multiplied busmem-
its officers were charged with the duty of preparing each m e
case for him and watching carefully that he fall into no ME%C
of fact or law; and should the Office itself make a mist‘akﬁ'_“" '
judgment upon a case which does not create a delusion n y
mind of the party as to his rights, can he repose upon that
take, and make it operate as an indefinite excuse to him for @€
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er prosecution of those rights, either by endeavoring
nce the Office by claim for rehearing of a palpable error
orting to the easy and expeditious means for revising
ion upon appeal, as the statutes provide? Now, that
am was led into no mistake or delusion as to his rights
supposed decision of the Office, is manifest from the
of his own witness upon questions put by his attorney.
- 20, deposition of Justus Webster, answer to sixteenth
, ““he [Wickersham] has told me since that he
application himself, and that it was rejected ; he felt very
appointed, and he thought he was rejected because he
e application himself instead of employing an attorney."’
is own admission, he was led into no mistaken opinion
ts by the action of the Office, but distinctly avowed
ards his full knowledge and confidence in them. The ex-
of mistake, then, is taken away from his unbroken repose
than seven years. But his poverty is assigned as a
not applying earlier. The measure of poverty which
possess before he is required to exercise any diligence
te his rights is not to be found in the statute. It is
e very readily made, which yet should not too readily be
. If a man be utterly destitute of money and without
d incapable thereby of prosecuting an enterprise, much
ce may be shown him; but where he has the means of
on sundry enterprises of a kindred sort, equally demand-
and friends, and does carry them on, his election to
se other enterprises will not be regarded in the law as
for delay in the one where valuable rights of others
itorious with himself, and, in the outset of their suc-
geles, equally poor, are to be prejudiced. An election
for his supposed advantage or gratification at the
ccording to the plainest principles of equity, must not be
for the subsequent detriment of another innocent party.
ears that Wickersham applied for five several patents in
and for one in England during this period, and that
without credit and means to go to England in 1854 in
success. These repeated applications to the Patent
nish, also, another presumption as to the suggestion
8f his ignorance of business, to wit, that he must have be-



6g0 WICKERSHAM V. SINGER. [ Jul

Opinion of the court.

come by this frequent intercourse with the Office sufficiently oy,
versant with the patent laws and the mode of doing busme-'
vindicate his rights, if they had been deemed by him of sufficign
importance. The foregoing comparison of the facts of this
with the facts in the case of Fitzgerald, show that although "
doctrine of the relation of a patent to the initiatory proceedings (a
doctrine alao famlha:l}r applied in matters ol' land grant to cop.

favorof a dﬂlgent party, so as to cut out a senior patent procured
upon a junior survey and claim) may be resorted to for the pur-
pose of upholding a patent for a valuable discovery, yet the
doctrine will not be applied to a case which does not present the '
element of ‘‘due diligence in applying for and pursuing his
application for a patent until he obtains the same.’ J8

Upon the points, then, of abandonment and want of duw
and of refusal to connect the present application with that of Feb-
ruary, 1850, by relation, and also of the public use of the inven-
tion for more than two years with the knowledge and consent of
Wickersham, I am of opinion that the judgment of the Dﬁﬁ
was correct. 4

Now, therefore, I, William M. Merrick, an assistant judge ﬂ
the Circuit Court of the District of Columbia, do certify to the
Hon. William D. Bishop, Commissioner of Patents, that havif
duly assigned a time and place for hearing the above-en .
cause, and having considered the reasons of appeal filed by
app:llant and the grounds of the decision of the Cnmmlﬂﬂ
in the case, and having attentively examined the testimony ant
read the arguments filed by counsel for both parties, I do adjudge
and determine that the decision of the Commissioner upon &=
points involved in said reasons of appeal be, and the same &
hereb}r, affirmed, and that the application of William Wicker-
sham in the premises be finally rejected.

B. R. Curtis, for the appellant.
Chas. M. Kellar, for the appellee.
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