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be a forced inference. The doctor was himself at
ed in endeavoring to improve the breast pump ;
e, it is rather to be wondered at that he communi-
ch as he did, instead of not saying more.

herefore, that the testimony amounts to satisfactory
said appellant Davidson was the first and original
he invention in issue in this case; that priority
e been awarded to him, and that a patent ought

ngly.

y, for the appellant.

H. Bagcock, PATENTEE AND APPELLANT,

s,

0. DEGENER, APPELLEE. I[INTERFERENCE.

IFERENCE MAY APPEAL TO THE Jupak.—IInder the eighth
act of 1836 a patentee has equal right of appeal from n
‘the Commissioner in favor of an applicant to one of the judges
it Court of the District of Columbia that an applicant for a
der the same section from an adverse decision in favor of n
X
B ABANDONMENT To THE pUsLic.—The true meaning of the
ment, as nsed in the acts of Congreass relating to patents, i=
nent of the invention to the public—a dedication of his dis-
& free use of his fellow-beings. Tt is, as said by Judge Story,
dication of a public way or other easement, and is to be proved
manner by evidence of some acts inconsistent with the reten-
xclusive property himself; and in this regard his acts are to be
berally."”
INVENTION FROM PUBLIC NOT ABANDONMENT.—Merely with-
invention from the public can never amount to abandon-
Ver it may, if too long continued, increase the difficulties in
ming priority of invention over another inventor. It may
uity in favor of the junior discoverer which will eall for the
¢ of proof on the part of the first inventor to dispel the cloud
ith which he has thereby enveloped his case, but of itself it
L his right.
HBon (ante, p. 40) considered and disapproved.

J., District of Columbia, January, 1859.)
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Commissioner's report.

STATEMENT OF THE CASE.

The patent issued to Frederick O. Degener January 11th, 18g
No. 22,611. The part of the Commissioner’s report relating
the question of jurisdiction is given in full : 4

CoMmISSIONER'S REPORT.

In the interference case recently decided by this Office betwesy
Frederick O. Degener and George K. Babcock, and from wh
decision an appeal has been taken to your honor, it is probak
that it will be insisted by the appellee (Degener) that the apg
does not lie, because the judgment rendered was against a paten
In Pomeroy v. Connison Judge Cranch gave this interpretation
to the eighth section of the act of 1836 ; but as the grounds of his.
opinion have not been regarded as satisfactory, a general desire
has been felt that the question should be re-examined. To
accomplish this result, the appeal in the present case was gran ed.
The clause of the act referred to, after directing that the .
missioner shall give notice alike to patentees and applicants whose
claims in his judgment interfere with each other, declares t]ut"-
either shall be dissatisfied with the decision on the question of
priority of right or invention, on a hearing thereof he may apf eal
from such decision,’” &ec. Language could not be more emphiatie:
or distinet ; and if the applicant can claim that it gives hima
of appeal, it is difficult to perceive on what ground the patef
could be excluded. It would be an unsound rule of constructiges
which would permit a right so broadly conferred to be frittered
away by the concluding language of the sentence, when
language may well receive an exposition entirely consistent
the preservation of such right. 'When both parties are applic
then the question to be decided by the appellate judge is cer®
* which, or whether either, of them is entitled to receivea pﬂl""“-""t %
prayed for,' and it is to such a case that this language 18 bl
confined. But this does not conflict with the previous dect
that when a patentee and applicant are parties to the issué
of them may appeal. The appeal being thus allowed. the
and effect of the judge’s action upon it follow as a well-unde
legal consequence. The declaration of the learned judge thatS
decision of the Commissioner, so far as the patentee is cONE=0
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en, and that an appeal is not given in such case
because such decision does not in any manner
al or equitable rights, seems to find no countenance
or spirit of the act of 1836. If the rights and interests
cannot be affected by the decision of the Commis-
he summoned to the issue and subjected to the
n of the investigation? It is a maxim that the
no man to do a vain thing; yet worse than vain
action of the patentee as a party to an interference
question as it might, his rights and interests were
affected thereby. It is true that the Commissioner
a patent, but he can impair its value by asserting
of its illegality and by giving the invention which
another. If his judgment is erroneous, it inflicts a
n the patentee, by inviting infringements upon his
izing them as far as possible, and thus involving
g and impoverishing litigation. For such injury
e the summary redress by appeal which it was
intention of the act of 1836 to give him. As in
h cases, the patent, although ordered, is not issued
eal. There is no obstacle to the complete exe-
judgment of the appellate judge should he determine
patentee and against the claim of the applicant.
every reason urged against the authority of your
rtain an appeal in behalf of a patentee would equally
. the authority of the Commissioner to decide an
h such patentee was a party; and yet the Commis-
nly authorized, but expressly required by the stat-
sideration to form and to determine such issue.
Commissioner.)

upon an interference declared, the Commissioner
awarded a patent to the applicant for an improve-
g-presses, and an appeal has been prayed and
the Commissioner from that decision. It is insisted
peal will lie in such case, and that consequently the
Rer erred in its allowance, and that the appeal should
d. The case of Pomeroy v. Connison, decided by
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Judge Cranch in 1842, (anfe p. 40,) is relied on for this propeg.
tion. The decision is directly in point, but its correctness j5
assailed by the Commissioner in his argument, and also by the
appellant, and I therefore cannot escape its consideration. W
it the decision of a superior tribunal, it would be incumbent upgq
me to yield to its authority, whatever might be my individ
opinion upon the true interpretation of the law; but not being
of that dignity, I must look to the reasoning only on which
rests, giving, of course, all due weight to it as the opinion of 3
learned and enlightened judge, whose judgments at all times
challenge respectful consideration. {
Although the power and jurisdiction given by the patent laws
are special and limited, I do not think that the policy of the law
ever contemplated that they should be construed strictly, int
sense in which strict construction is held to be the rule of i
pretation of those statutes which confer powers in derogation
common rights, or clothe with authority special tribunals, to tl
curtailment of the jurisdiction of superior courts administeri
justice upon the principles and after the modes known to d
common law. On the contrary, all the rights and powers al
ing the subject of patents arise out of positive law,and have been
benignly regarded by the framers of our institutions that they
been specially secured and confided to the care of the Fed
Government by the provisions of the Constitution itsell.
portion of the law is not to be construed more rigidly
another, but all the parts, having their common source in M
statutes, are to be interpreted with a wise liberality of const
in furtherance of justice, and to give equal aid and facility of ¥i¥
dication to every right which grows out of patentable discover :
Taking this principle of construction for our guide, if we find
language of the statute broad enough to embrace an ap
a patentee from a decision in favor of an applicant, as well a5}
appeal by an applicant where the decision has been against B
and in favor of the patentee, and if we can also disco'-'f’l'"“-' p
vantage which might accrue to the patentee from allowing =%
the appeal, then the statute should be so interpreted, B9
standing the law be susceptible of another stricter const
which would exclude him from that privilege. :
Now, by the act of 1852, chapter 107, all the powers, FEEE
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d duties imposed by the cleventh section of the act of
e chief judge were conferred upon each of the assist-
the Circuit Court of the District of Columbia, and
e taken to either of the three judges; and by the
n of the act of 1839 the right of appeal to the chiel
extended to all cases where an appeal to a board
S, provided for in the act of 1836, section 7, might
aken. The whole question comes, then, to what
it have been taken to a board of examiners under
16. The eighth section of that act contains the fol-
e: ' That whenever an application shall be made for
ch in the opinion of the Commissioner would inter-
other patent for which an application may be pend-
y unexpired patent which shall have been granted,
duty of the Commissioner to give notice thereof to
nts or patentees, as the case may be; and if either
sfied with the decision of the Commissioner on the
ority of right or invention, on a hearing thereof
from such decision, on the like terms and condi-
ovided in the preceding section of the act; and the
gs shall be had to determine which, or whether
pplicants is entitled to receive a patent as prayed
ds *' if either shall be dissatisfied with the decision
sioner on the question of priority of right or inven-
ng thereof, he may appeal from such decision,’’
erence to the persons named in the portion of the
iately preceding who are entitled to notice from
ner, to wit, ‘‘ applicants or patentees, as the case
‘Then, not only is the language of the statute broad
nbrace, but in point of fact does embrace, in explicit

itee” who is dissatisfied with the decision of the
on the question of priority of right or invention.
at no valuable right of the patentee is at all preju-
ecision of the Commissioner, inasmuch as the Com-
5 N0 power under the statute to vacate his patent ;
nding the issue of a patent in favor of his rival
Ay, under the sixteenth section of the act of 1836,
't of equity to avoid the junior patent. Is it true,
the patentee is on that account not injured by the
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emanation of the junior patent? Certainly if the framers of the
patent law had thought so, and that the act of the Commissjone,
in granting the junior patent were vain and futile as to his, the,

would not have so carefully imposed upon the Commissioner
the duty of giving the patentee notice of the interfering claim, ang
an opportunity to contest the right of the applicant before the
Commissioner. If he has an interest in contesting the emanatigp
of another patent before the Commissioner, is that interest divested
by an adverse decision? The same interest which authorizes him
to call for a decision would operate with unabated force umj]_;';
correct decision were obtained ; and he would be as much pro.
tected by a decision of the judge, on appeal, directing the Com.
missioner not to issue a patent as by the Commissioner's own
resolution to the same effect. As the law has recognized this
interest beyond dispute in the one case, it seems to follow by irre-
sistible conclusion that it recognizes it in the other, the language
of the act being comprehensive enough to include the means
its continued vindication. Besides, it will readily be perceived
that the emanation of a second patent must throw a cloud upon
the title of the prior patentee and seriously impair the market
value of his patent, not only in the continuous production and
sale of the articles covered by it, but still more effectually deprive
him of the means of selling, 7z selide, the property in his discovery
by an assignment in whole or in part of the patent ; for who woﬂﬂ';
purchase from him with a junior patent staring him in the face
sanctioned by a solemn adjudication of the Commissioner in favor
of its priority? And although the sixteenth section of the law of
1836 gives the patentee the further remedy of a bill in equity, 1€
remedy thereby is slow and vexatious, requiring months, periar=
years, of watchfulness, anxiety, and expense before he can reap
fruits, and in part, at least, but compensatory, and not wholly
ab initie preventive. It cannot be said that his power 10 ':il‘-:flw’t
prima-facie right, which has already sprung into existence 15
legal equivalent for a total prevention of the origination of
adverse claim. Moreover, the party holding the junior
has the means in his hands of enabling other persons to 1%
the senior patentee ; for notwithstanding he may file his
equity against the junior patentee, and have his patent de
void, yet, by the proviso of said sixteenth section, such
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‘affect the rights of any person except the'parties to
or those deriving title from them subsequent to the
fsuch judgment.”” It will therefore be seen that from
‘the emanation of the patent up to the time of final
n the junior patentee has it in his power by licenses,
and in various ways, to raise up other competitors
patentee, as to each one of whom the judgment will
,and against each one of whom he must run the
: e of a new suit. But if on appeal to a circuit
e decision of the Commissioner the judgment of the
ner is reversed and a patent withheld, none of these
jences to the senior patentee can follow. It then ap-
bstantial benefit may accrue to the patentee from
appeal to the circuit judge, and the allowance of such
the Commissioner operating a supersedeas or suspen-
judgment until final hearing, the relations of the two
ach other remaining in the interval unchanged. The
ure of the remedy, too, and its speedy hearing which
quires, commend a resort to such appeal in regard
duration of which is limited to fourteen years.
said that in the clause “‘if either be dissatisfied with
1 of the Commissioner, * * * he may appeal,”’
ther '’ may be satisfied by applying it to the words
icants,"’ 7. ., either of such applicants; and that this
is * probable, from the fact that they [the legislature]
uthorized the judge to determine between contending
and not between an applicant and a patentee; for, when
to say what the judge is to do upon the appeal, we
'determine which, or whether either, of the applicants
receive a patent as prayed for. The word ‘either’
r part of the claim is here explained to mean
applicants. It cannot be contended that the judge
€ whether a patentee is entitled to receive a patent
already received and which is still in his posses-

tionably the language quoted cannot be limited to
tending applicants, since an appeal has never been
unsuccessful applicant as against the patentee; and

eal the patentee has always had a standing before
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the judge upon appeal to contest the application, which stangj,,
he could only have by force of the provisions of the eighth sen.
tion and of the words thereof above quoted. But the ph
‘‘to determine which, or whether either, of the applicants ig gy
tled to receive a patent as prayed for" appears to me to hg
been introduced into the section for a totally different object
the one imputed. The preceding part of the sentence had poin
to the question which the judge was to review on appeal—
question of priority of right or invention''—which would of neg
sity be the only question open in a contest between an applic
and a patentee, the Government upon that issue being estopp
as against the patentee, from denying the patentability of that to
which it had already given its sanction by the issue of the exist-
ing patent. And besides, according to the ordinary rules regy.
lating appeals from one tribunal to another, the appellate is con-
fined in its revision to those precise questions which were agitated
before the inferior tribunal. In regard to patent appeals, this gen-
eral policy is enforced by the eleventh section of the act of 1839,
which expressly confines the judge to the questions presented
by the reasons of appeal and the decision of the Commissioner.
But in the case of contending applicants there is not only the
questicn of priority in agitation between them to be passed upon
by the appellate judge, but there is a further question, which per-
haps it may be the interest of both to keep out of the view of the
judge, but one in which the Government, as the guardian of the
rights of the people, has the deepest interest, to wit, the ques ion
whether either of the applicants has brought forward a patentablé
claim; and to insure the examination of this question at evely
stage of the controversy, Congress has industriously embodied in
the statute the injunction upon the judge to inquire whetk
either of the applicants be entitled to a patent as prayed furz
neither has produced a patentable claim, then neither is en
to receive a patent, however the question of priority be
them may be decided.

This interpretation of the words of the statute appears 108
vital energy to every word of a section which otherwise would
awkward and contradictory in its parts, and seems to be furtf
the great object of the patent laws as well as administering €4 2
justice to all parties, and to be in harmony with every other E=
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te; and when we come to the sixteenth section,
ne equality of remedy. When there are two inter-
(and it matters not whether either of them has been

the Commissioner,) or when an application for a
en refused, the right of second appeal is given in
‘in the form of an original bill in equity before the
Court, with an ultimate resort to the Supreme
nited States. In view, therefore, of the reasons I
|, and of the studious amplitude of remedies the law
| for meritorious inventors, I have reached the con-
 under the eighth section of the act of 1836 a patentee
T s e g

of appeal from a decision of the Commissioner in
pplicant to one of the judges of the Circuit Court of
of Columbia as an applicant for a patent has under
ion from an adverse decision in favor of a prior

, jurisdiction, I proceed to inquire into the merits
th parties claim a certain improvement in printing-
need not be minutely described, as they admit the
ed to be identical ; and only two questions have
for my consideration, to wit, priority of invention
ent on the part of Degener, the applicant. On
1& great looseness in practice of solicitors in assigning
peal, I take occasion to remark that it is perhaps
r whether these points have been presented for
ation with sufficient distinctness. The law of 1839,
ection 11, requires the Commissioner to lay before
grounds of his decision, fully set forth in writing,
points involved by the reasons of appeal, to which
all be confined. Now, the nature of an assignment
‘which the revision of the judge is to be confined is
d by an assignment, in the sweeping terms of a
asserting that the decision of the Commissioner is
ause against the weight of legal evidence and con-
nciples of law. It is manifest that such an assign-
Bot assist the judge in ascertaining the precise issues of
made before the Commissioner : and while I am far
ng a desire for technical accuracy in an assignment,
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yet reasonable definiteness and precision in view of the wordg of
the law, may hereafter be more strictly insisted upon. '
The response of the Commissioner in the present case, hoy.
ever, shows with great distinctness the points made before hinl
and they are priority of invention and abandonment by Degey
the applicant. From an inspection of the testimony, it is appar.
ent that Degener had made a complete model of his invention
the fall of 1853. The evidence of two witnesses—Kneeland okl
Kuck—stands uncontradicted on this point, while the earlj
trace of Babcock's invention was in a drawing shown to one
Morrison Davis in October, 1855. This point, then, is with the
applicant. ¥
On the second point I am equally well satisfied with the ce
rectness of the Commissioner's decision. The counsel for
cock have argued this question very elaborately in two asp
They have endeavored to show that in point of fact the invention
of Degener was not a practically operative machine, but restet
only in immature experiment, furnishing no obstacle to
cock’s patent and no right to a patent in Degener; that t
amount of force necessary to operate the several cog-wheels which
convey the desired motion to the several parts of the press, af d
the weakness of the frame, (it being open-armed, and not br:
across the top, as Babcock's,) were defects which made it practis
cally useless and a mere vain experiment. Besides the offi€ .!_.
judgment of the examiners in the case—that the model represente J
a complete operative machine—at the request of the appeliaf
counsel I examined, under oath, Examiners Baldwin and Ki :
both of whom testified before me that in their opinions the me
of Degener represented a practically operative machine;
iner King concluding that the frame-work of Babcock’s ¥ ,
was stronger than Degener's, and to that extent perhaps DEU
Both being shown to be models of operative machines, this br
of the objection fails—an inquiry into the comparative merts =
the two, beyond the naked question of capacity to operat® =
being open for investigation. The remaining branch of the a6~
ment upon abandonment, in the proper sense of the termsEs
mains to be considered. The true meaning of the word I ©
acts of Congress is an abandonment of the invention to rf-ht
lic—a dedication of his discovery to the free use of his =5
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s, as said by Judge Story, ‘' like the dedication of a
other easement,”” and is to be proved in the same
vidence of some acts inconsistent with the retention
operty himself; and in this regard his acts are to
liberally. Merely withholding his invention from
justly argued by the Commissioner, can never
ahndanment however it may, in connection with
s, pile up difficulties, if too long continued, in
erting and proving priority over another inventor
a patent. It may raise up an equity in favor of
coverer which will call for the fullest measure of
the part of the first inventor to disperse the cloud of
th which he has thereby enveloped his own case, but
not defeat his claim.

gen supposed that the case of Gaylor v. Wilder, 10
 has introduced a new rule on this subject into the
but not so. The court there expressly affirms, on
the omission of a prior discoverer to try the value of
y proper tests, or his omission to bring it into public
deprive it of its priority. * He might have omitted
‘abandoned its use, and been ignorant of the extent
yet if it was the same with the junior patentee,
ald not, upon such grounds, be entitled to a patent,"
ormer, * and its mode of construction, were still in the
he first inventor * before they were recalled” by the
What the court, then, does decide is a very import-
rent question, to wit : If the discovery of the first
been so far laid aside that it was in point of fact
irrevocably forgotten by him and by the whole
ts recall to his memory by the second invention,
inventor must be held equally meritorious as one
a lost art or an unpatented and unpublished foreign
like him entitled to a patent. Indeed, the circum-
r 2. Wilder were much stronger than the present
le the court affirmed the legal proposition, they
strongest doubt whether in that case the evidence
0 warrant the inference which the jury then drew.
mony in the present controversy from which one
ated in drawing a like conclusion; nor is there
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any testimony that the invention was even used by the puhj.
before Degener's application, except for about the period of ¢
months before the date of Babcock's patent and his application_
a period too short to debar him from the saving terms of
seventh section of the act of 1830.

Upon the whole case, I am of opinion, and accordingly

no error in his decision in the premises; that his judgment
affirmed, and that a patent must be issued to Frederick O. De
as prayed.

A. Pollok and T. D. Stetson, for the appellants.

J- L. Kingsley, for the appellee.

H. W. FARLEY, APPELLANT,
oS5,

NATIONAL STEAM-GAUGE CoMPANY, AsSIGNEE oF Exos
ALLEN, APPELLEE. INTERFERENCE. 2

INVENTOR NOT AWARE OF THE VALUE OF HIS INVENTION.—An inventor
not be aware of the full value of his invention, but under the pateat
the fact of invention, and not a knowledge of the degree of its otility, #®
the proper subject of inquiry. If an inventor omits to test the value of
his invention, and fails to bring it into use, and remains ignorant of
extent of its value, he is yet entitled to a patent as against a subses
discoverer.

PRIOR INVENTION—PERVECTED INVENTION, WHAT—HOW MANIFESTED.—10
stitute & perfected invention which will entitle a party to a patent 8
not necessary that he should have actually constructed the maching®
is the subject of his invention. 1If, baving conceived a valuable 16€
has manifested it before the world, in any form which evidences the &
pleteness of the idea, and which is sufficient, when communicated 0
1o enable those killed in the particular art to reproduce his inved
has done enough to entitle bimself to a patent, and this whether -
evidence consist of written description, drawings, models, or @ €O8E0
machine.
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