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Syllabus.

S. B. ELLITHORP, APPELLANT,
5.

. ROBERTSON, APPELLEE. INTERFERENCE.

_OF 1830, CONSTRUED— PRIVILEGE OF THE PATENTEE, NOT OF THE
. —Section 7 of the act of 1839 has no application to a case where
tis met with the objection that the invention has been in public
e patent of another. That provizgion is intended to relate to
a use, sale, or license to use given, made, or claimed under the
rho admits and claims the privilege. In the case in question the
80 far from claiming the exception, denies that he ever did use
invention to any one, and the patentee sets up no such claim.
LYING FOR PATENT.—Although an inventor has a right to keep
& title to his invention concealed from the public as long as he
when he desires to perfect his right by a patent he must pro-
wigilance to secure his protection by filing his application as
cticable.
LE DILIGENOE—CIRCUMSTANCES OF THE CASE.—No particular time
or filing the application for the patent by the statute; yet itis

done within a reasonable time; otherwise the right may be lost
of the party. What is or is not a reasonable time depends
stances of each case,
i FOR REQUIREMENT oF DILIGENCE.—The main object of the
i8 Lo bring inventions as soon as possible into public and unre-
and this forms an essential part of the consideration—the
). The public has a right to the knowledge as carly as possible,
rith the rights of the inventor in using such reasonable dili-
part a3 may be necessary in adapting and perfecting his

' PUBLIC USE FROM GRANT OF PATENT.—The fact that a patent
out by another inventor four years before the application in
8 filed raises a strong presumption that the invention has been
with the consent and allowance of the applicant, and in the
proof that the patent was surreptitiously or unjustly ob-
the burden of proof on the applicant to show that the fact is

purpose of incurring the expense and trouble of taking out
is to carry the invention into public operation, use, and sale,
ral to suppose that this the patentee has done.

IvE NoticE.—The patent is prima-facie evidence of the title
¢ to make, use, and sell the invention publicly to whom and
18 best, and is constructive notice to all who may be concerned.
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Use UNDER A PATENT, PUBLIC USE—DISTINGUISHED FROM SECRET AND pryyye
vsge.—The use and sale of an invention under a patent is a public we
within the meaning of section 7 of act of 1836, although such use is limig
by the grant or monopoly to the patentee and those deriving title o
him. It is not meant by the statute that there must be a general kyg
edge of and right to use the invention. The words “ public use” megy
in publiec, as distinguished from secret or private use; and sucha “’“!I)
single person will defeat the patent.

LACHES—DRAWING ELEVEN YEARS HEFORE—RIGHT TO PATENT FURFEITED, — W
an applicant in interference with a patent issued to an original and jnde.
pendent inventor, four years before his application was filed, based his eluim
to priority on n drawing made eleven years before, and it did not appear thag
he had in the meantime taken any steps to perfect his invention or brisg
it into notice, the only explanation offered for the delay being that he had

invention was lost: fleld, That by his laches he bad lost his inchoate
to & patent.

ABANDONMENT—JURISDIOTION THEREOF.—The Commissioner and the judge upon
appeal have jurisdiction of the question of the abandonment of an inventios i

(Before Morsgry, J., District of Columbia, September, 1858.)

STATEMENT OF THE CASE.

Subsequently to the final determination of this interference, the
applicant and appellant, Ellithorp, filed a bill in equity in &
southern district of New York under the sixteenth section of
act of 1836 against the owners of the Robertson patent, s
that the Robertson patent be declared void, and that a ps
issue to the complainant upon his application then on file in t
Patent Office. This bill set up, substantially, the same state &
facts as were in evidence in the present proceeding. The respon®
ents made default, and the bill was taken as confessed.
opinion of the court is reported in 3 Fish., 83. Rob
patent was dated November 28th, 1854, No. 12,015.
of the Commissioner referred to in the present opinion,
the practice of the Office at this time, is believed to be of suf
interest to warrant its insertion in full.

CoMMISSIONER'S REPORT.

In the matter of the appeal of S. B. Ellithorp from the de
of this Office refusing him a patent, I have to submit the
report :
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oth of April last the appellant filed in this Office an
 for a patent for an improvement in sewing machines,

to the arrangement and operation described. He
his invention was anticipated in the patent of T.
ison, assignee to himselfl and A. E. Beach, dated
, 1854, and on the 15th of July last he was put in
th the patent, and on the 18th ultimo his application
rejected, as you will see from the decision of that
h submitted, on the ground of want of diligence in
jon of his invention and a consequent abandomnent
e public.

ing in the interference the appellant rested the
priority of invention upon a drawing which clearly
me, and bore date July 7th, 1847 ; and this drawing
cated by satisfactory affidavits, and is herewith sub-
The appellant had filed another application on the 28th
t, which was put into interference with the same patent
, dated November 28th, 1854. This second interfer-
lared on the 6th of August last, and on the same
gave notice to the appellant that it would be well
nish proof against the presumption of abandonment
‘of his want of diligence in the prosecution of his
L copy of this notice is herewith submitted. There
uestion as to the priority of invention between
and the patentee in this case, and of this the Office
the hearing of the interference; but at the same
deemed that the first and original inventor had
invention made in July, 1847, patented to another
28th of November, 1854, and not himself asking a
until the roth of August, 1858.

th section of the act of July 4th, 1856, to promote the
e useful arts, &c., provides that when an application
s filed the Commissioner of Patents may grant a
® invention embraced in the application, except,
ter causes of refusal, it be found on examination that
on ““had been in public use or on sale with the appli-
€nt or allowance prior to the application:” and the
on prohibits the grant of a patent when ‘‘any part of
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that which is claimed as new had before been invented or discoy,
ered or patented in this or any foreign country.”’ This section.
was amended by the act of March, 3d, 1839, section 7, sg that
‘‘ no patent shall be held to be invalid by reason of such pur.
chase, sale, or use prior to the application for a patent as afore.
said, except on proof of abandonment of such invention to the
public, or that such purchase, sale, or prior use has been for “WE
than two years prior to such application for a patent.” :

Under these two clauses the Office deems every applicant for g
patent to be required to exercise ordinary diligence in procuring
a patent, in order to protect his invention; and that the
proper mode of exercising this diligence is by coming into the
Patent Office as an applicant for a patent; and that the public
use of his invention for more than two years prior to his applica-
tion for a patent is an abandonment of his invention to the public,
when such use is not surreptitious. These positions are forced
upon the Office not only by the acts of Congress referred to, but
by the decisions of the courts; and while the one may be as
familiar to your honor as the other, I will briefly refer to such of
the decisions as have governed the practice of the Office:

“Though the discovery by the patentee is new, yet if he s
guilty of negligence in procuring his patent, by which the inven=
tion has become publicly known and used by any persons, he has
no right of action. * * * [t [the invention] must be new o
all the world * * * at the time of the application for &
patent. But it will be considered as new, then, if the application
is within a reasonable time after the discovery.” (Whitney efak
v. Emmett ef al., 1 Bald., 303—1 Robb., 567.) 8

The true construction of the patent law is, that the first i
ventor cannot acquire a good title to a patent if he suffers &
thing to go into public use, or to be publicly sold for use, DEEH
he makes application for a patent. (Pennock wv. Dialogué =
Peters, 1.)

““But this knowledge [of public use] may be presumed
the circumstances of the case. This will in general be a fact’
the jury. And if the inventor do not immediately after this
assert his right, it is such evidence of acquiescence in t‘hﬂ
use as forever afterwards to prevent him from asserting 1t *% 7
his right shall be perfected by a patent, no presumption S50
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n a subsequent use by the public.”’ Again, in this
\ ean, who delivered the opinion of the court, says :
‘may be the intention of the inventor, if he suffers his
go into public use through any means whatsoever,
mediate assertion of his right, he is not entitled to
‘will a patent obtained under such circumstances
t."" (Shaw z. Cooper, 7 Peters, 2g2.)
ptor knowingly suffers his invention to go into
neral use without objection, it is a dedication of it
(Mellus 2. Silsbee, 4 Mason, 108—1 Robb., 506.)
e of Wyeth . Stone, the patent was obtained in 1829,
or infringement brought against defendants until 1830,
use of the invention for a considerable period was
known to the patentee. Though in this case it was
injunction to protect a patent, Judge Story says: ‘I
 quite competent for a patentee at any time by overt
press dedication to abandon or surrender to the pub-
ise all the rights received by his patent. So, if for
s the patentee acquiesces without objection in the
c use by others of his invention, or stands by and en-
use, such conduct will afford a very strong pre-
ch an actual abandonment or surrender. A fortiori,
apply to a case where the patentee has openly
or silently acquiesced in such use by the very defend-
 afterwards seeks to prohibit by injunction from any
or in this way he may not only mislead them into
s or contracts against which they might otherwise
themselves, but his conduct operates as a surprise,
d upon them.” (Wyeth 2. Stone, 1 Story, 273.)
urrent of these decisions the Office has felt the
dopting and enforcing the practice that has led
n of the appellant. The Office is aware of no
h an inventor can, under the act of 1836, give
otice—of his intention to protect his invention by
he make an application for a patent or file a
Patent Office. Notice through the Office is notice
Country, and is also the statute notice of his inten-
his invention. He may make public proclamation
usy thoroughfares in our most populous cities, post
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his notice on the market-place or at the cross-roads, or publigl
it in the newspapers, without bringing it to the knowledge of ghe.
Office, or, indeed, without its operating as any notice. He must,
as an inventor, exercise ordinary diligence too, and not stand by
for nearly eleven years, as in the present case, in the presence of
extraordinary activity in the prosecution of inventions pertaining
to the class in which himself was an inventor—an activity ﬂlatf
has produced more than two hundred patents—before he comes
into the Office and gives notice that he wishes to obtain 3
patent. !
Allowing the appellant the full benefit of the act of March 3d,
1839, it is clear that Robertson's patent had been published for
more than sixteen months when the two years of the act of 1839
had in this case commenced. The Office is wholly at a loss to.
conceive of more direct or better evidence of an open, notorious,
and public use of any particular invention than the publication of
a patent therefor. It is an advertisement to the world thata
certain person living at a certain place has for sale the sole rig ht
to make, use, and sell to others the invention covered by
patent. The patent is notice to the courts of the country of what
it contains, and the vigilant inventor can at all times inform himself
of what it purports, by consulting the records of the Office that are
daily kept open for his benefit. The enforcement of this rule'u_f
constructive abandonment has not been made for the first time it
the present case by the Office. 3
In the interference between John A. Bradshaw and others,
Bradshaw had in 1847 filed in the Office a drawing, specificati
petition, oath of invention, and paid the fee ; in short, comp
an application for a patent, except furnishing a model. He
well acquainted with the progress of invention in sewing maciit
and not until January, 1858, did he complete his application
filing a model. At the hearing in the interference the
rejected his application on the ground of presumed abando
and though a patent on his invention involved immense pe
consequences, there has been no appeal from that decision-
I have dwelt longer on this case than a proper regard for}
honor's time would have justified were it not that I am g%
with the opportunity of presenting this rule of the Office P
to your enlightened consideration ; for the growing Inter
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makes it a matter of moment to the Office to
judicial sanction for those rules which necessity has
hich the Office has to rely on—those decisions
~ to sustain which have approached most nearly to
struction of the several acts of Congress under which
‘have been framed. Few cases can arise where the
on is likely to occur; but when its operation is
d, the Office has no course left but to enforce it,
w advised, it is regarded as a positive rule of law
y the opinions of the Supreme and Circuit Courts,
r honor's attention is directed.

ssioner in his report states that Ellithorp exhibited
which presented the invention in question in several
hich has the following writing upon it: *‘Draw-
anations of Ellithorp's improvements in sewing
tecuted this day, Albany, July 7th, 1847; in pres-
d) S. B. Ellithorp, Isaac L. Weaver;" that this
ested by the widow of the subscribing witness, who
& saw him sign on the day of the date ; and the signa-
subscribing witness is further authenticated by the
ther witness, who says he was well acquainted with
ing of Weaver, and that the signature, he believes,
him; that Ellithorp filed an affidavit, dated the 13th
citing the drawing—its date and its representation—
on in question, and proceeds to account for his delay
a patent on the ground of want of means to make
saying he has in vain endeavored to procure the
ts to furnish means, and that until recently he had
drawings destroyed ; and that he has not and never
andon his invention, but has at all times and in all
‘can prove by reliable witnesses, claimed the said
‘s own, and proclaimed his intention of securing
he same as soon and as fast as his circumstances
so to do. The date of Ellithorp's invention is
¥ the drawing at July 7th, 1847. The presumption

is distinctly presented to the Office, from the fact
ven years had elapsed since the invention in ques-
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of the 13th instant, that he was not ignorant of the state of the
art to which his invention pertains ; *‘and now, when he is offered
by this interference an opportunity to rebut the presumption of
abandonment, he does not offer a single witness to show w_' 4
diligence he has exercised for the protection of his invention,” X

One reason of appeal only was filed, which is, ‘‘ that the saic
decision was made without warrant of law."’

evidence, decision, reasons of appeal, report of the Commissioner,
and original papers—the same has been laid before me, due nol:i%
of the time and hearing of said appeal having been first given, on
which occasion the appellant appeared by his attorney, and, after
filing with me his argument in writing, submitted the said case for
my consideration.

The counsel has argued the case under three heads :

First. What constitutes an abandonment of an invention.

Second. What measure of diligence in making an application
for a patent is required on the part of the inventor.

Third. Is the question of abandonment one to be taken into
consideration and decided by the Commissioner of Patents,
if so, how is the abandonment to be proved. /8

It is contended that the position taken by the Commissioner i
his decision that the public use meant by the statute of 1836 *5
involved in the publication of Robertson's patent’’ is incorreth
because it does not appear that any proof had been ™ ad\'ﬂﬂmdi
by the Office or by the patentee that his invention had ever Be=
in public use or on sale at the time of the appellant's appli
and that even if it had been proved that the invention had
in use or on sale under the patent, it would not be such 2 P
use and sale as is clearly contemplated by the law, but a PFUS
and restricted one—restricted to those to whom the patente€ F
convey the right to use or sell—and would not be made W!
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lowance’' of the original inventor. This cannot be
" The arguments used by the Commissioner upon this
ry strong and the authorities referred to to support
t. I do not know that much can be added. The
which the right in this case must be sustained, if it
ed at all, is the act of Congress of 1836, chapter
sfied that the act of 1839, chapter 88, section 7, can
cation to this case. That provision is intended to
case of a use, sale, or license to use given, or made
under the inventor who admits and claims the privi-
'make my idea more clear, and to use the language of
idge, ‘‘the clause should read thus: ‘The patent shall
avalid by reason that the inventor has sold or allowed
n to be used prior to the application for a patent,
bandoned it to the public, or that such sale or prior
n for more than two vears prior to such application for
~ The present is a case where the appellant, so far
the exception, denies that he ever did use or sell
on to any one, and the patentee sets up no such claim ;
) , he claims as an original, substantive inventor—
therefore, to the claim of the appellant. How, then, is
ned to be considered under the act of 18367 To
pellant to a patent by the sixth section the invention
ly be new and useful, not known or used by others
their discovery or invention thereof, but also *‘and
of his application for a patent in public use or on
consent or allowance.”” This latter part must be
the same category with the first. Part of the
N may also have a bearing on the matter under
uding to objections which may be made to the
‘Ppatent, amongst other things, is this: ** Or had been
or on sale with the consent and allowance of the
e his application for a patent; or that he had sur-
unjustly obtained the patent for that which was in
discovered by another, who was using reasonable
apting and perfecting the same,” &c. There are
conditions as prerequisites contained in the law,
ich the party must show that he has complied before
ny right to demand or hold a patent. Although
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the party has a right to keep his inchoate title to his inventigy
concealed from the public as long as he pleases, yet,when he desjreg
to perfect his right by a patent, he must proceed with vigilance o
secure his protection by as early an application as practicable; for
although no particular time is limited for the application forg
patent by the statute, yet it is very clear, according to a fair cop.
struction of its spirit and meaning, that it ought to be done in 3
reasonable time ; otherwise the right may be lost by the laches of
the party. What is or is not a reasonable time depends on the
circumstances of each case. Whether the length of nearly eleven
years from the time of the discovery to the application for a pat-
ent in this case can be deemed a reasonable time, is the question,
Let the circumstances, then, be considered. Robertson having duly
complied with all the previous requisites of the statute, obtained a
patent, as an independent, fair, and real discoverer of the same.
invention, on the 28th of November, 1854, and an interference was
declared on the 28th June, 1858, in the case of said patent and
that of the application of the appellant of the said 28th of June, in
the same year, for a patent for the same invention, as having been
discovered on the 7th of July, 1847. Both of said parties wel
residents of the same county and State of New York. Robert-
son’s patent had been granted and placed upon the public records
of the Patent Office, as directed by law, and had been in operation
upwards of four years before the appellant’s application. ]

The argument by the appellant's counsel to this part of the
case is that ““no proof was advanced by the Office or by ;:
patentee that his invention had ever been in public use or on & 3
at the time of the appellant’s application. * * * Even if it had.
been proved that the invention had been in use or on sale und
the patent, it would not have been such a public use and 53-]
is clearly contemplated by the law, but a private and restrics
one—restricted to those to whom the patentee might conVey
right to use or sell—and would not be made with the cons
allowance of the original inventor. * * * [t is appare
held by the Commissioner in his decision that such public
involved in the publication of Robertson’s patent.” He supF
this argument to be fallacious ; ** for if such publication 15 P
use, it certainly is not made so with the ‘consent and allowdty
of the inventor,” but must be presumed to be so without &%
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Again: ‘‘That the use or sale of an invention
t or on behalf of the patentee is not such a public one
mplated by law,is apparent from the fact that the
 of the invention for the term of years provided by law
ee is made the consideration that he shall at the
that time allow the invention to be used by the
pensate the public for the restriction of the inven-
ate use under the patent.”” He proceeds: “‘If this
ound, we hold it to be clear that the use and sale of
‘under a patent is not such public use and sale as is
by law, and does not constitute an abandonment ;
public use and sale, as well as the consent and allow-
by the inventor, must be made clear matter of proof
andonment can be legally shown; and that there
n no proof presented to or by the Office that the
invention had been in public use or on sale by his
‘allowance, there has therefore been no abandonment
tion."
considerable ingenuity and some force in this argu-
‘it cannot be satisfactorily answered, ought to be
wve its desired effect. To recapitulate : What, then,
before it at the time application was made to sus-
ion to granting the patent? There was a public
L patent for the same invention duly obtained and
Robertson, a resident of the same place with the
rds of four years before, still in full force, the im-
of which, in a legal point of view, was to give
otice of the fact to all who might be interested.
was prima-facie evidence of the exclusive title of
10 use or sell the invention or the machine publicly,
as he thought best for his own interest.
hich no doubt Robertson had in view in incurring
nd trouble of securing protection for the right was
into public operation and use and sale in the place
ce or any other place. It is natural also to suppose
, and that it must have been attended with consid-
_ like the present, and in the absence of any proof
it on the ground that it had been surreptitiously or

k
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unjustly obtained, must be deemed sufficient to cast the burden
of proof on the side of the appellant.

The appellant’s counsel, I think, is in error in supposing they
the use or sale of an invention on the part or in behalf of the
patentee is not such a public one as is contemplated by
This proceeds from a misunderstanding of the terms “ public yse™
or ‘“on sale'’ as used in the statute. It is certainly not the
meant that every one must know and have the right to use it, or
even, generally, that there must be such a right or use. To shoy
my idea to be correct, I will refer to Lund. on Patents, page 46
‘“The meaning of the words ‘public use’ is this: * * * that the
use of it shall not be secret, but public. * * * Ifa man inv
a lock, and puts it on his gate, and has used it for a dozen
that is a public use of it."”" The meaning of the terms, under ¢
statute of 1836, is similar. Curtis, section 53: “ The phrase
use’ means use in public, and not use by the public; so that under
this act, if there had been a use in public by any person, with the
consent or allowance of the patentee, the patent will be defeated.™
Under the second head of the argument the counsel considers
what measure of diligence in making an application for a patent
is required on the part of the inventor. His position is that
there has been no such delay in this case as to bar his righty
and he relies upon the case of Heath ». Hildreth, decided
Judge Cranch (anfe, p. 12). In that case, although ]
Cranch says ‘‘ the statute does not limit any time in which
inventor must apply for a patent,” he does not deny that he@
to apply in a reasonable time. That does not appear to
been the case of any longer delay on the part of the first inve
than was necessary to mature his invention and in prepd
to make application in a reasonable time. According 1@
appellant's own showing, a drawing of his invention appest
have been made in the year 1847. In about a year after his !
was destroyed by fire, and his property with some of his P?
were destroyed, and he supposed that this paper was also; 58
saved some of his papers, and this paper was among them-
says he thought it was lost, but he admits that he never 5% pr
for it until recently before filing his petition. In this respect ¥
he certainly could not be excused. If he had any other FE8Z
delay, why could he not have filed his caveat in the OFE
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ave protected him. He states, also, as a reason his
and his failure in obtaining aid from capitalists;
the reason of his failure was the supposed loss of
drawings, which he never searched for until a few
re his application. This, I have already shown, he
ble for. He supposes that * the public is not injured
e of an invention of which it has no knowledge, and
which it is put to no known loss or injury ; and there
call or demand upon the applicant, as a matter of
to present his application within any specific time."’
this argument sound.

y true that while the original inventor chooses to
‘his own secret contrivance—his inchoate right of
secure him in the exclusive use and enjoyment
as a right to do so, and no one can complain of being
hen he finds it necessary to resort to the public
) perfect his inchoate right by patent, a new and
tion of rights are to take place, limited by statute,
of a statutory compact with mutual considerations—
@ offered by the inventor—the terms of which com-
to the mode and spirit thereof, must be fulfilled—
, fourteen years' exclusive right, secured by patent ;
‘pa.rt. a new and useful invention, to become pub=
tion at the expiration of that term. The main
e legislature was to bring inventions early into public
ted use; and this, of course, forming an essential part
ion, the public has a right to the knowledge
ble, consistently with the rights of the inventor
sonable diligence on his part as may be neces-
ng and perfecting his invention. This principle
as settled in a number of decided cases. [ will refer
Pennock and Sellers v. Dialogue, 2 Peters, 19, where
ted : ““ If an inventor should be permitted to hold
”knowiedge of the public the secrets of his inven-
uld for a long period of years retain the monopoly,
sell his invention publicly, and thus gather the
it, relying upon his superior skill and knowledge
and then, and then only, when the danger of
buld force him to secure the exclusive right, he
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public from any further use than what should be derived upde
it during his fourteen years, it would materially retard the prq
of science and the useful arts, and give a premium to thoss
who should be least prompt to communicate their discoveries!
In consequence of the delay, Robertson has been suffered ¢
allowed to obtain with entire fairness a patent for the same invep.
tion, and by the use and exercise thereof, or at least by the publie
record thereof, the invention or the knowledge thereof has become
public for upwards of four years. Upon general principles, it may
be asked how can the appellant, then, be able to offer what is a
most essential ingredient in the consideration of a new and useful
invention, and can it be reasonable to suppose that the legislature
intended to grant an exclusive right to any one to monopoliz
that which was already common? There certainly would be
guid pro guo. Again, upon equitable principles, under such
cumstances is not the superior equity with Robertson, having

thus the consequence of the party's laches, it is of no consequence
whether his intention was or was not to abandon his invention.

I think it unnecessary to add anything to what has been sad
by the Commissioner on the ground of abandonment. The last
ground of the argument is as to the jurisdiction of the Com=
missioner to consider the ground of abandonment. Having on
a former occasion fully considered and decided that he had j
diction of that question—Mowry z. Barber (anfe, p. 563)—4
seeing no reason to change my opinion, I shall say nothing mof€
on that subject. With the aforegoing views, I cannot think €
appellant’s case has been sustained, and I think and decide a8
the decision of the Commissioner is correct.

Low & Haskill, for the appellant.
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