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) grant a patent would operate irremediable injury ;
‘it be not substantially new, the patent will not pre-
lic from the use of the combination ; but being only
evidence in his favor, a jury of the country could
rty charged with infringement upon evidence given
no novelty. Giving, then, to the applicant the
my doubt, as also of the most favorable interpreta-
, I am of opinion that there is error in the decis-
ice. Perhaps in concluding this opinion it may be
suggest to the applicant to amend his specification
pation of a patent, so as to make the language of
:cord unequivocally with the intention which I have

e terms used therein.

5, for the appellant.

0 HEEBARD. APPEAL FROM REFUSAL TO GRANT
PATENT.

 PITCHER—COMBINATION.—In an ice pitcher, the combination of
' lining of porcelain or glazed ware to resist the action of acids,
ic shield and an interposed elastic non-conducting material,
‘the fracture of the porcelain and intercept the rays of heat:
be anticipated by a double-walled pitcher composed entirely
which the intervening air space was not designed, and did not
y 88 A non-conducting medium.

ITIONAL EFFECTS.—If the change introduced by the appel-
tes a mechanical equivalent in reference to the means used
, 8nd besides being such an equivalent it accomplishes some
8 beyond the effect or purpose accomplished by the patentee,
vantages may make it a patentable subject as an improve-
former invention.

MEATION—oLD rURPOSE.—The rule that an old device or combi-
plied to a new purpose is not patentable does not apply to the
new combination iz applied to an old purpose.

J., District of Columbia, October, 1857.)
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STATEMENT OF THE CAsE.

The patent issued to Hebbard, in accordance with this decisig
November 3d, 1857, No. 18,546. m,

MoORSELL, J.

The claim of the above-named Alonzo Hebbard, as set forth jp
his specification filed with his petition in this case, is in the
lowing words: ‘“ What I claim is the use of the combination
the woolen cloth or felt covering as an elastic non-condue
packing for a porcelain or glazed-ware pitcher with the said porce-
lain or glazed -ware interior pitcher and external metallic shell or
pitcher, for the purpose of making a water-cooling pitcher, as |
inbefore set forth.” The nature of the invention consists in the
of the combination, as above stated, for the purpose of making
a frigorific pitcher, and at the same time of great lightness, as
well as non-destructable from the action of lemonades or other acid-
ulated articles or liquids used as cooling drinks, or for other p
poses. In the course of the examination of this claim a refe
was given to the rejected claim of Haggard and Bull, 29th of
tember, 1855, as being substantially the same invention as -
bard's, which therefore presents no patentable novelty, as appe
by the letter of the Acting Commissioner dated the 1st of Novem*
ber, 1856. He states that “ the use of non-conducting materials in
double-walled vessels is common, and its application to the case
where the outer wall has been used to protect the inner one i
fully suggested thereby ; and among known non-conducting mas
terials the choice of one that is elastic, so as not to cOmMMUIMEELE
a blow to the glass, is also directly and fully suggested by €
common practice of using elastic packings for glass v B
as flasks and demijohns. * * * No new invention,
fore, is involved in the case, and a patent is refused.”’ L

As the final decision seems to be placed upon the authonity &
a different reference, and the one given above was not :
sufficient, I pass immediately, therefore, to the final deciSi®
dated 24th July, 1857. The Commissioner in his opinion
““ This application has been rejected on a reference to the re)s=
case of Haggard and Bull. That reference does not satisfy =
The object is not to construct a water cooler ; and although P

il
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(a good non-conductor), or other suitable material,

een the external and internal surfaces, it does
have been in consequence of its non-conducting
merely for the purpose of cementing the two sur-
Felt would not have answered the purpose of
ull ; plaster of Paris would not have fully satisfied
f Hebbard, and some other similar materials would
ill less suitable. Stimpson’s ice pitcher (patent No.
: 17th, 1854, antedated April 17th, 1854) seems
aticipation of the present invention. It shows the
a non-conducting substance between an external
or surface. It is true that the internal wall of
her is metallic, while that of Hebbard's is of porce-
. If there is any merit in this change of ma-
should be founded entirely on that change. A
will apply to the use of felt instead of confined air ;
case now stands, I think the substantial combina-
‘as is found in Stimpson's ice pitcher, and that,
- patent should be refused.”

cision the appeal has been taken by Mr. Hebbard,

ve reasons of appeal.

e reasons are, in substance, that the nature of the
duties of the Commissioner of Patents are, as it
granting of patents, supervisory and analogous to
e Attorney-General prior to the act of July 4th,
upon deciding that the objections raised by the
e unsatisfactory, he ought to have reversed the said
 that he was estopped from taking up new matter
ection.

son is that the Commissioner of Patents having
the objections were not satisfactory, thereby con-
gument thereon, and that the only issue on appeal
pissioner's decision is on the new issue made by

son is that the new objections raised by the Com-
lents, by reference to Stimpson’s ice pitcher, do
erfere with the claim of the applicant for his inven-
cooling pitcher, and therefore, &c.

asons the Commissioner has replied: ‘‘ The first
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point raised by counsel for appellant is that the Commissionerg
duties are administrative and supervisory ; but what is claimeq
under this head is contrary to the meaning and letter of the sixg
and seventh sections of the act of July 4th, 1836. Thes
third, fourth, and fifth points all proceed upon the assumptign
made in the second point, that the Commissioner in deciding thag
the objections raised by the proper examiner ‘were not satis.
factory’ could not go any further, and had no right to bring
forward additional reasons or facts upon which to refuse a patent,
But this assumption is clearly untenable. The language of the
law in regard to the examination of applications is that ‘the
Commissioner shall make or cause to be made an examination,’
&c. Every examination is in the eye of the law the act of the
Commissioner, and the result is always signed by him. The
matter of referring a case to an examiner, and its subsequent
revision by the Commissioner himself, is only a thing of internal
administration. Legally, the acts are all acts of the Commissioner,
and there can be no doubt of his right to review and modify in
any respect at his pleasure any decision refusing a patent. But
besides this, the new matter, so called, which the Commissioner
brought forward in the final decision, is matter the substance of
which was tacitly understood in the previous actions of the Office,
to be recognized by the applicant himself as old, viz., the device
of a double wall in coolers, with a non-conductor of some kind of
other between them, such as air. The reference finally given 0
the Stimpson pitcher was only a reference to a particular cas&
showing the general fact which the Office all along took it for
granted the applicant knew ; for so far as the memory of the
examiner goes, such general fact, not questioned in the claim,
not been questioned by the applicant in any other way. In 8¢
final decision of the Commissioner, where he states that the refe®
ence to Haggard and Bull does not satisfy him, it is manifest he
does not mean to say that that case does not exhibit the fact fof
which it was first referred to, viz., an inner vessel of glass or P70
lain, protected by an outer one of other material; that single
thing alone would not furnish a good ground to refuse a P
This is all we are authorized to understand the late Commissi®™
to say. The main question at issue is whether the present =
case where a new association of old devices can also be said
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e to be a combination of that kind which the courts
Office regard as a good subject for the grant of a
e Office has held that in many cases the new associ-
mutation upon old devices does not constitute a
: One instance only of this the Office has time
,and that is the case cited in section 26, page 23,
Patents, viz., Bean . Smallwood, 2 Story's Rep.,
is where an old device is claimed in a chair, and
5 declared void because it had been used in other

y and at the place which had been appointed for the
d appeal, an examiner on the part of the Office
produced and delivered all the original papers in
also those in the two cases to which references were
hich occasion the appellant also appeared by his
put in his written argument in the case, and the
itted.
from what is stated in the final decision just recited
nsideration and review of the grounds on which
mmissioner had rejected the claim of the appellant,
recited, they were deemed unsatisfactory and
The reason assigned is that the object was to con-
ent thing ; and although a good non-conductor
er suitable material) is introduced between the
internal surfaces, it does not appear to have been in
of its non-conducting properties, but merely for the
enting the two surfaces together. This, I think, is
and amounts to a complete repudiation of any
application of said reference to the present case, and
ht, is all the answer to that reference which ought
this appeal. If, however, anything more could be
Now the Commissioner's meaning, it appears in his
4 and rested his decision on the reference to Stimp-
fich claim, according to the specification, it will be
State that it may be seen how far the tests adopted
si can be used in application to the differences
the appellant claims to be his invention and that
I claims to be his. The object with both certainly
ould be water-cooling pitchers with double walls.

L




548 In RE HEBBARD, [October.

——

Opinion of the court.

—

The interior as well as exterior wall of Stimpson's are of meta].
of the appellant's the interior is of porcelain and the exterior .u,'r
metal. In the further particular deseription of his claim, Stim '
in his specification, says: ‘I do not claim the double wall asq
means of intercepting heat, nor do I intend to claim such a device
as applied to any structure or vessel whatsoever for the purpose
of economizing in ice, unless attended with all the advantagesand
results of my double-wall ice pitcher. It is obvious that refrig.
erators, urns, tumblers, double plates, and such like articles
occupy special positions in household economy, and distinct from
my double pitcher, and that no one of them can be made to sub-
serve all its purposes and ends, and I therefore disclaim them, one
and all, and confine my claim to the double-wall pitcher. What
I claim, therefore, as my invention is the double-wall pitcher,
the same consisting in a pitcher with double sides, double bottom,
and a hinged cover, from which the liquid contents are to be
poured through or over a nose or lip, substantially as herein set
forth. I am aware that a lever has been used upon the covers of
molasses pitchers for raising the covers, and this I do not claim;
but I do claim the employment of a chain or string attached o
the handle and lid of the pitcher so described.” '

From the statements contained in the Commissioner’s decision i
Stimpson’s case, it appears that the principal ground upon which
the decision rested was his own observation of the practical utility
of the pitcher, opposed to his former decision rejecting the appli=.
cation on theoretical principles. He said : *“ This application has_
been before the Office on a previous occasion. It was then &
jected, and the rejection affirmed by me. Since that time I have’
seen one of the articles in use, and, being satisfied of its great uttiitys
have come to the conclusion that the previous action was
ous. Vessels have before been made for a similar purpos®
constructed upon the same principle, and therefore it was b
the previous occasion that making a pitcher was not patent
where urns had before been constructed in a substantially si¥
manner. I have now some difficulty in making the necessary *
crimination, though satisfied that the pitcher should be paten'®
I think, however, it may be regarded as substantially 8 ™0
commodity ; and, although it preserves water from cooling &
becoming warm upon the same principles and in substantes
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as some urns that have been known, still it is
, new article, differing sufficiently from the urn to be
a patent. The urn does not suggest the pitcher. It
all degree of ingenuity to contrive the latter after
mer; and, besides, where an invention is really
es a smaller exhibition of ingenuity to justify the
patent than where the utility is doubtful.”’
examination of the specification in the aforegoing
on, I have not been able to find in the description
intention any intimation that he meant to inter-
nducting agent between the external and internal
ces by means of confined air, or otherwise. No such
was looked to by him. On the contrary, he expressly
use of the double wall as a means of intercepting
- device intended to be applied to any structure or
er for the purpose of economizing in ice, &c.
his claim to the double-wall pitcher simply. And
v that such a device was foreign to his intent, he
““that if the vessel should be constructed of
are not sufficiently strong to prevent collapse
of the atmosphere, a small vent should be applied
."" Nor does it appear that any such device or
s thought of, or formed any part of the ground upon
missioner's decision was made to rest. Such, on a
W, appear to be the facts and circumstances of the
. Can they be said, on principles of patent law, to
y the same? Now, as to the other aspect of the
structure and combination of which the two inven-
ied are different—that has not been and cannot be de-
said that the differences presented as the appellant's
not new substantially, being nothing more than
ts for what was before known. The rule of patent
for the position is said to be found in the case of
od, 2 Story, 408—-410. It will be seen that that was
the first two specifications of claim were admitted to
Simmons' patent, and therefore not new and patent-
d and last was proved to be the same apparatus,
applied, if not to chairs, at least in other machines
a similar nature. “If this be so, [says the judge in
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laying down the rule,] then the invention is not new, but, at mgg
is an old invention or apparatus or machinery applied to a new
purpose.”’ Such is not this case. The combination here j5
claimed and admitted to be a new combination applied to an olg
purpose. If so, the rule is entirely different. .

The rules most applicable to this case, I think, are to be found
in Curtis, section g5. Referring to Whitmore ». Cutter, 1 Gal.,
478, the rule is thus stated: ‘‘The great question, of course,
when an alleged invention purports to be an improvement of ap
existing machine, is to ascertain whether it is a real and materja]
improvement or only a change of form. In such cases it
necessary to ascertain with as much accuracy as the nature o
such inquiries admits the boundaries between what was known
and used before and what is new in the mode of operation. The
inquiry, therefore, must be, not whether the same elements of mo-
tion or the same component parts are used, but whether the given
effect is produced substantially by the same mode of operation
and the same combination of powers in both machines, or
whether some new element, combination, or feature has been
added to the old machine which produces either the same ef
ina cheaper or more expeditious manner, or an entirely new effect,
or an effect that is in some material respect superior, though in
other respects similar, to that produced by the old machine.”

It may be proper also to state further the rule respecting equiv=
alents, which I take to be this: *If the change introduced by
the applicant constitutes a mechanical equivalent in reference to
the means used by a patentee, and, besides being such an equiv=
alent, it accomplishes some other advantages beyond the effect r
purpose accomplished by the patentee, such further advan
may make it a patentable subject as an improvement upon &=
former invention.”’

1 will refer to one more authority, and close. It gives the
in relation to the combination of various materials and a B€E
method of application—3 Merevail, 629, referred to in 4 Barf =
Ald., 509. The chancellor says: ‘* There may be a valid pat€
for a new combination of materials previously in use for the S&E=
purpose or for a new method of applying such materials.”’

In order to a satisfactory conclusion on this point, I 5
endeavor to make a due application of the aforegoing ¥
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the facts and circumstances connected with this part

ation in this case must be considered to be new,
stantially like some other which has been discov-
[ remammg one, as such, which has been referred
e noticed, is that of Stimpson’'s, one view of which
y taken. Stimpson’s claim, as before said, is for
n having two parts; Hebbard's is for three, as
nature and character of which, as imported on
pitcher and contended for in the argument, is:
pellant’s is a porcelain pitcher, which does not oxi-
when used for acidulated liquids, (lemonade, &c.,)
ic action to “ sour milk"’ if left standing in it, like
have, and at the same time can be kept purified,
easier than metal. Second. That felt packing is
non-conducting substances known of; is light,
does not add to the clumsiness of a large pitcher;
therefore has a great tendency to protect the porce-
om fracture, by absorbing the force of the blow ;
application, as well as cheap. Third. The external
ell acts as a shield to protect the porcelain pitcher and
5 well as being used for a frame to hold the porce-

CIer,
enefit of having a non-conducting agent as a part
n is conceded ; and that some are much better than
purpose, is equally clear. In the appellant’s inven-
2, with a view to its most suitable and perfect adap-
his own language,) has been manipulated into
r the specific duty required, possessing invariable
certainty. On the contrary, as it respects Stimpson's
ot confined between the sides of the two pitchers,
ent, and not from any ingenious efforts of Stimpson
h arrangement ; and also, if it be true, as alleged,
a good non-conductor, but, on the contrary, may
of the best conductors of heat known of, (as how-
tratum of air, if exposed on opposite sides to the
 of temperature, that will cause a change of the par-
and a circulation to take place, and that circulation
heat with more celerity than if passing through
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a solid metallic substance of the same thickness,) the device of the
appellant must be considered not only different, but much superic
Its superiority has been still further shown by actual, practica] ey,
periment. The facts relating to the experiment, and proved g
my satisfaction, are, that one of Hebbard's water-cooling pitche ,'
made as described in his specification for a patent, and one of
Stimpson's of equal size and capacity for holding water, were
taken and placed upon a counter or work-bench side by side, sg
as to be exposed in all respects to the same currents of externa]
air, and other like causes for varying their temperature, and that
when thus placed, there was put into each an equal quantity of
water from the same pail, which being done, two square blocks of
ice each of the weight of one and a half pounds avoirdupois weig
were put respectively into the said pitchers, and they were
by the covers thereof. After allowing the pitchers to stand s
hours, the fact was noted that the ice in the said Stimps
pitcher was all melted, but that in Hebbard's pitcher—having
the felt elastic packing—the ice did not entirely melt or diss
for one and one-half hours after the ice in Stimpson’s pitcher had
entirely disappeared. :
(This proof was informally admitted under the special circu -
stances of this case.)
For the aforegoing reasons, I think the appellant’s claim toa
patent for his improved water-cooling pitcher, as described in b
specification, is sustained, and that a patent ought to be granied
to him therefor accordingly.

Charles L. Burritt, for the appellant.

I RE H. & F. 1. L. BLANDY. APPEAL FROM REFUSAL &
GRANT PATENT.

PATENTABILITY —STEAM-ENGINE—HOLLOW BED-PLATE—DOUBLE USE.— T D¢ 8
cation to a portable steam-engine of a hollow bed-plate fastened 85
boiler, and supporting the operative parts of the engine out of contact iy
the boiler, whereby these parts will not be affected by the expanseit
contraction of the boiler: Held, not to be a patentable invention
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