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Statement of the case.

Acting Commissioner, his decision rejecting the

r a patent, as set forth in the specification, is affirmed;

vinion, is accordingly hereby certified to the Com-
ents this 31st day of March, A. D. 1857.

. CORBIN AND GEDISON MARTLETT. AFPPEAL
ROM REFUSAL TO GRANT PATENT.

{ATTER—INVENTION—ARTIFICIAL HONEY.—An artificial honey,
#ugar, water, rosin, butter, cream of tarter, gum arabic,
of peppermint, and isinglass, compounded in a described
definite pruportions, and forming a substance which closely
genuine article in appearance, taste, and flavor, and which
to be a wholesome article of consumption, it a new and
tion of matter, and forms the proper subject-matter of a

LITY.—It is not an objection to such an imitation, on
[ novelty, that it closely resembles the natural product, since
composition from natural causes, and is made in an entirely
y Nor, on the ground of utility, that it is a deception, and
{impose an inferior article upon the public, since the specifi-
ly declares its factitious character, and furnishes the formula
made.
] RACTICAL APPLICATIONS.—Natural principles and opera-
‘appropriated ; but when they have been practically applied,
to produce a cheap and healthy substitute for a useful
» there is sufficient utility to support a patent.

IDIENTS—NEW COMBINATION.—It is not necessary that the
‘& composition of matter should be new, or that they have
used for similar purposes, if the combination is new ; that
not been before compounded in the same proportions.

J., District of Columbia, April, 1857.)
STATEMENT OF THE CASE.

g before the judge, Examiner Gate was sworn
single question, as follows :
examine the proportions of the ingredients
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as set forth in the specifications, and state whether or not the
product thereof is cheaper than honey. -
Answer. ‘‘I have so examined, and the product would be
cheaper, inasmuch as it is made up substantially of sugar, water,
and honey ; it would be cheaper in proportion as water and sugar
are cheaper than honey."’
The patent issued to Corbin and Martlett May 12th, 1857

No. 17,264.

MORSELL, J.
In their amended specification, the applicants say : ** What we
claim as our invention, and desire to secure by letters-patent as
a new product or composition of matter, is our artificial honey,
composed of the within-enumerated ingredients or their equiva-
lents, combined with each other, substantially in the manner
herein set forth.”' In the description of the ingredients they say:
¢ Our artificial honey is composed of four pounds of sugar, one
pint and a half of water, five grains of rosin or its equivalent anti-
septic, two drams of butter (or other pure eatable oil), one and
a half drams of cream of tartar, two drams gum arabic or
gum senegal, one and a quarter pounds of honey, eight drops of
essence of peppermint, and one dram isinglass. These ingre-
dients are combined with each other in the following mannef
viz.: The sugar and water are incorporated with each other and
raised to a boiling temperature; then the butter and rosin are
melted together and thoroughly incorporated with the syrup:
formed by the union of the sugar and water ; then boil the afore-
said mixture for the space of ten minutes or thereabouts; then
add thereto the gum arabic and the isinglass in a mucilaginots.
state, and the cream of tartar, and boil the said increased mixture
for the space of ten minutes or thereabouts; then add the honey
to the mixture, and after boiling the same for the space
minutes or thereabouts, remove from the fire, and when neafss
cold, add the essence of peppermint and thoroughly incorp®™
it with the entire mass ;—when the mixture will present the ap!
ance of pure honey, and will have nearly the same flavor.”” 8
There appears to have been several actions by the Office I8
relation to a decision upon the subject of this claim previous :
the last and final decision of the Commissioner. The first 3PP=5



In RE CorBIN AND MARTLETT. 523

Opinion of the court.

place on the 3oth of April, 1855, in the form of a
d to the said Corbin and Martlett, which begins by
claim for a factitious honey, made of honey, sugar,
cream of tartar, peppermint essence, and gum has
camined and refused. 1. The compound, as a com-
0 tter, is admitted to be new. Is it, therefore, to be
principle that everything which is new is patent-
means. It must be useful as well as new. 2. What
‘the invention? It is the manufacture of an imi-
a composition which closely resembles the real
ckness or consistency, in color, in taste, and in flavor,
may not be able to distinguish the spurious from
icl The resemblance is in fact so perfect that,
the appearance alone, it would be difficult to say
pe. It is argued, by way of objection, under such
that to grant a patent would be to make the patent
source and protector of a system of deception
ou.t. in all its bearings, would be productive of much
eat injury to the commerce of the chemical dietet-
d destroy conﬁdence in the various articles offered
private use.’

nissioner proceeds, and says: “The ground which
s obliged to take is, that the factitious honey, although
‘be a new composition of matter, so far as known to
not useful in the patentable sense of the term, but
ful to the progress of the useful arts and to the
d cannot be serviceable to any but the patentee in
ould obtain a patent ; for even when the patent should
D0 7 would think of using, as a diet, the mixture of the
ad of pure honey,”” &c. How, then, could there
of deception, even if it could be supposed to be a
id not a useful article. The second is also in the
addressed to the same persons, dated the 13th June,

**So long as these facts exist, and are recorded
® is no patentable novelty involved in merely select-
S that have not been before mingled with sugar or
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honey in syrups. The Office, therefore, arrives at the same cop.
clusion as it did in the first examination, although by a differen
route, viz., that your syrup of honey presents nothing patentable.
that while the first letter of rejection based its action mainly gy
the want of a proper consideration for the grant of letters-pa
from the fact that your invention, when thrown open to the publie
would be of no value, so now it shows, by reference to the
various directions given herein for preparing all sorts of honeys
and syrups—flavored, acidified, and essenced—that the mere
adding of a new flavor, new essence, or new salt should not dig.
nify such syrup by the grant of letters-patent. The claim is hence
refused, as before."’

For the purpose of a final action or decision, the subject was
referred to two examiners—Mr. Foreman and Mr. Langdon—and
they have made separate reports differing very essentially on the
subject—the former sustaining the views of Doctor Gales, and
which was accepted and affirmed by the Commissioner in rejecting
the application of the appellant. This decision is dated the 6th
of August, 1855. In his report he says that ‘‘ the decision of
the chief examiner, as contained in the Office letter of 13th of
June, should be sustained, in which the composition is regarded
as a syrupy mixture or an adulteration of honey. The composi-
tion of honey is well known, the elements having been separated
by analysis, a knowledge of which is open to all. In reproducing
the imitated article, the applicant uses, together with some real
honey, various substances, which must be regarded as fully the
equivalents of those composing the product of the bee. It is not
claimed that any invention is used in determining or selecting his
ingredients, nor any difficulty overcome in causing them to unite
If the applicant had used any substance in this composition hav-
ing some property peculiarly fitted for it, and which he had beeft
the first to discover, some merit might be recognized in the aqpaf-i
cation ; but all the articles employed are really or substanﬂ‘“!.-i
found in honey.”’ - i :

At the foot of this report the Acting Commissioner says: " The.
undersigned concurs in the above views, and affirms the a
of the examiner rejecting the application.” .

Mr. Langdon in his report says : ** The directions of the A
Commissioner are that the revision of the examiner's action
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tirely upon the record of the case. Looking at it,
y in this light, it seems that the main, and perhaps
upon which the Office now stands are two : First.
ve been made of various flavors and from various
d that a mere novelty in either of these respects,
prds, the making a new syrup, is not patentable.
‘the ingredients described are, after all, the same or
the equivalents of those given by analysis of honey

e it is replied: First. That honey itself is not a
d for the general purposes of syrups; and it is ad-
imitation is so excellent that few would detect it.
oes not appear that the compound of the applicant
for use as a syrup, but, on the contrary, as a sub-
itself. It is believed that syrups, as a general
and the same compound, differing chiefly, if not
flavoring added. But in this case the essence of
d not the honey, is the flavoring; and without the
tantial character of the article would be in no
If the ingredients be changed beyond the mere
equivalents, the article itself is a new compound.
erefore, appear to me that the compound in ques-
egarded as a syrup of a new flavor, but rather as an
provement in another direction—an imitation of honey
te for honey. And secondly. That if it were the
s of the genuine honey which are used in the sub-
ited in the same manner, or if they were equivalent
the sense in which the word is employed in patent
would not differ in any important respect from
If, on the other hand, while the appearance and
of the honey is preserved, either the substitution
or a change in the process of compounding pro-
or more healthy article of foed, this article, or
1 of the article, would appear to me to be the legit-
a patent. That it is cheaper, is manifest. Of its
stomach, I do not pretend to be able to judge;
d that the assertions of the applicant upon this
enied, and from some months’ use of such an article

iclined to credit the position. If, therefore, the
1 i8 to be based exclusively on the record of the case,
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it appears to me that liberal construction of the law would g,
only authorize, but constrain, the issue of a patent.”

From the decision of the Commissioner, as before said, g
appeal has been taken; and the said Corbin and Martlett haye
filed five reasons of appeal. The first is founded on and in the
words of the seventh section of the act of Congress of 1335'_-;
chapter 357. The second is because satisfactory references wers
not given, and arguments and assertions were used void of fmm.,:
dation and not justified by the science of chemistry nor by the
practical knowledge of men acquainted with the peculiar arg,
Third. Because of inconsistencies in the three actions of the
Office. Fourth. For error as to the utility of the invention and
its liability to injure the health and well-being of society. Fifth
is general, for error in concurring in the report of one of the
examiners and not noticing the report of the one who was favor-
able to them. -

This appears to be the state of the case from the original
papers and decision of the Commissioner laid before me with the
reasons of appeal. On the day and place appointed for the
hearing of said appeal, the appellants appeared by their attorneys,
and filed their argument in writing, and submitted said case.

The first reason substantially involves the consideration of all
the material points in the case; that is, that part of the seventh
section of the act of 1836 which points out and limits the power
and duty of the Commissioner and defines the rights of the
applicants to which I refer. '

In the discussion of the objections, in order that they may b&
more clearly seen and distinetly understood, I shall separate wlﬂt:
seems to be conceded from that which is contested. '

The prerequisites of the statute, such as petition, specificatiofs
oath of the party, specimen, &c., may be considered asall reE'-'hd’;t’.
complied with. So, as a whole, the composition is admitted Wm
new, and that nothing known to the Office is analogous to or 1068
tical therewith. So, as to the proposed object of the invention, £
it should be a substitute for the real honey. It is admitted that
thickness or consistency, in color, in taste, and in flavor it clos€%"
resembles the real article, so that persons may not be able
distinguish the spurious from the genuine article; that ‘‘the
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 in fact so perfect that, judging from the appearance
be difficult to say which is genuine.”
real, genuine honey is unquestionably esteemed a
article of diet and trade, and there is such a perfect
between the factitious and the real, and also as the
be made and supplied at all times for one-half the
n the real, it is not easily to be conceived why it
deemed a new and useful manufacture of trade, and
son a patentable article; but, so far from that, the
makes it a ground of objection; and the reason
granting a patent for it might give it a sanction
imposing upon and deceiving the public by a facti-
instead of the genuine article. This would seem to
unfounded fear, for in the specification, which would
the description in the patent, the applicant has in
mn manner announced that their claim is for an
factitious, not a real, honey, all the ingredients of
h also set forth. In the latter part of the same
of consideration is stated as a further ground or
15e it is alleged that after the expiration of the time
e patent was granted nobody would think of using
chasing a drugged article of food—a mixture of
m of tartar, rosin, &c. This seems to me to be at
nconsistency; but I shall not rely on anything of
e reply may be made as above stated, and also
used in the composition are of the most simple
y small proportions, without the least danger of a
ect in the use of them in the combination. It is,
probable that there would be any such failure of con-
t is further objected that it is a syrupy composition ;
tn referred to a number of authorities to show the
of syrups as common, well-known things in con-
as being the same in principle with the invention
ats. It may be admitted that the simple syrup of
forms a part of the ingredients of this compositien,
ans constitutes the principal part of the essential
The invention claimed by the appellants as
is their arranged, ascertained proportions of the
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ingredients with the product of the composition, and not any
separate, particular parts.

In this connection may also be considered the additional of.
jections raised in the last report, which purports to sustain the
report of the chief examiner, and the one which the Commissiongr
adopts as his final decision. The objection is because “ the com.
position of honey is well known, the elements having been g,epa'_
rated by analysis, a knowledge of which is open to all ; that the
substances used by the applicant, together with some real honey,
must be regarded as fully the equivalents of those composing the
product of the bee, and therefore no invention.”” I do not under-
stand the Commissioner as stating that in the analysis of honey
alluded to any fixed proportions have been discovered as in this
invention ; nor have I been able to discover from the authorities
furnished to me in this cause any one that has afforded me that
information ; and it must be admitted, I think, that, as the nature
of honey depends upon the different kinds of flowers from which
the bee extracts its substance, none such can be shown ; but how-
ever that may be—that it is a knowledge open to all—honey is
not the product of the invention of any man, and the truths and
principles or laws, if known, are those of natural science, and
have an existence antecedent to and independent of the oper-
ations of man ; and therefore such knowledge can be no sufficient
objection, because not embraced within the provisions of the sec
tion of law alluded to, which was intended only to act upon the
embodiment of them when applied in a practical sense, and wh:u:l
with such clothing may become the subject of a patent, showing
a useful purpose, and not having been before invented. The like
objection, as in this case, might be raised to the imitation of 1rom,
to a new application of steam, electricity, and the like instances, &
number of which may be found mentioned in almost any bﬂ?k o
patent law. Itis, as before said, in the use of such principles:
embodied for a useful, practical purpose, that the patent is ]
for in this case. B

I will now state one or two adjudged cases on patent law & mh
cable to the points I have been discussing, and which,
will be sufficient to put at rest all the objections which have 57
made under the head of composition of matter. Curtis, €&
104, states the law to be: ““ With regard to this class of sub)
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to observe that the test of novelty must of course
er the materials of which the composition is made
but whether the combination is new. Although the
s may have been in the most extensive and common
purpose of producing a similar composition, if the
made by the patentee is the result of different pro-
the same ingredients, or of the same and other ingre-
lent will be good. The patentee is not confined to
same precise ingredients in making his compound,
the different combinations of which he makes use
."" He refers to Byan . Goodwin, 3 Sum. Rep.,
opinion of the court in that case is better stated
2 himself at page 514 in these words: “As to the first
nainly a question of fact. It is certainly not necessary
edient, or indeed that any one ingredient, used by
his invention should be new or unused before for
2 of making matches. The true question is whether
ition of materials by the patentee is substantially new.
e ingredients may have been in the most extensive
N use, and some of them may have been used for
combined with other materials for other purposes ;
ve never been combined together in the manner
: patent, but the combination is new, then, I take it, the
| the combination is patentable.”

se of Le Roy ». Tatham, decided by the Supreme
United States, 14 Howard, 156, Judge McLean, in
the opinion of the court, says: “A principle in the
fundamental truth, an original cause, a motive.
be patented, as no one can claim in either of them
ight,”” &c. In another part of the opinion, speak-
me particular subject, he says: ‘‘In all such cases
‘used to extract, modify, and concentrate natural
ute the invention. The elements of the power
invention is not in discovering them, but in applying
= useful objects. Whether the machinery used be
Sist of a new combination of parts known, the right
tor is secured against all who use the same mechan-
T one that shall be substantially the same.”’
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In conclusion, 1 refer to the learned report of Mr. Langdon,
one of the examiners appointed by the Commissioner, on the
matter of this case. The views he takes of the nature and prip.
ciples of the invention are very strong, and not to be refuted, |
would desire to notice it particularly for the experimental fagy
which he states, the truth of which no one dare deny; it is, thyt
the composition produces a cheaper and more healthy article of
food. He says: ‘‘ That it is cheaper, is manifest. Of its effects
upon the stomach, I do not pretend to be able to judge; but
it is believed that the assertions of the applicants upon this point
are not denied; and from some months' use of such an article
myself, I am inclined to credit the position.” Here, then, is knowl-
edge derived from a practical source, and fully corroborates what
I have said on this particular point.

These views have brought me to the conclusion that the
decisions of the Commissioner is erroneous, and ought to be
reversed.

Everett & Pollok, for the appellants.

In RE JouN C. WALSH. APPEAL FROM REFUSAL TO GRANT.
PATENT.

INVENTION —CHANGE—IMPROVED RESULT.—When the change in the congtruction
and mode of operation is slight, but the consequences of that chabg® e
considerable, as established by the affidavits of persons who have ;
actual tests of the devices in question, there is sufficient invention 10 sup-

port a patent.
(Before Momseiy, J., District of Columbia, March, 1857.)
STATEMENT OF THE CASE.

The point decided in this case will be readily understood °
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