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Syllabus.

to Woodman's claim, I need say but little. He
t, and cannot be affected in this mode of proceeding.
that there are substantial differences between his
that of Wellman’s in this case. Upon the whole, I
and do so decide, that Wellman, the appellant, is
original inventor of the improvement aforesaid
im, and ought accordingly to have a patent therefor.

r the appellant.
and 4. 5. Stoughiton, for the appellee.

s T. KiNGg, APPLICANT AND APPELLANT,
5.

W. B. GEDNEY, APPLICANT AND APPELLEE. INTER-
K FERENCE.

CONTENDING APPLICANTE—PATENTEE.—The judge can only
when there are contending applicants for a patent, and those
must have prayed for a patent. A patentee has already ob-

TRUCTION OF—NOT TAKEN ALONE.—The claim of the United States
ot separately construed, and with the same strictness as the title
¢ part of the British patent. Under our law, the specifications
wings, as a whole, are incloded in and made component parts
atent, and they should be taken in construction together in ex-
| of whatever is dubious; and according to this rule, one part of
lion and drawing may be resorted to to explain any other.
ON—COVERS ALL MATTERS DESCRIBED.—The oath of invention
the specification covers all matters described therein, and not
matters specified in the claim.
NOT CONFINED TO CONFLICTING CLAIMB.—An interference exists
applicants who describe in their specifications the same in-
though the claim of one of the parties is not as broad as his
SUBSTANTIAL REFUSAL OF A PATENT.—In such a case, there-
will lie to the judge from a decision of the Commissioner
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granting a patent to each of the applicants for the matter claimed by hiy,
although he haz not in terms refused a patent. (His granting a patent 4o
both parties substantially refuses a patent to one of them as prayed for?)

EMPLOTYER AND EMPLOYEE—OENERAL DIRECTIONS—MECHANICAL BEILL.—If an
enfployer conceives the result embraced in an invention, or the genery]
idea of a machine upon s particular principle, and then, to carry his cop.
ceplion into effect, it is neceasary !‘.u'amplujr manual dexterity or evin
inventive skill in the mechanical details and arrangements requisite for
carrying out the original conception, in such cases the employer will be
the inventor and the servant will be a mere instrument through which he
roalizes his ideas.

(Before Morseny, J., District of Columbia, April, 1856.)

STATEMENT oF THE CASE.

The patent issued to James T. King, No. 14,818, May 6th,
1856.

MorseLL, J.

The appellant, James T. King, on the 27th July, 1854, made his
said application for letters-patent for certain improvements in
washing machinery, and on the 21st of September of the same
year the application was renewed, with amended specifications and
drawings, stating in his application and the specifications accom-
panying the same that they were improvements upon a machine
previously patented to him on the 1st day of October, 1851, (No.
8446,) and reissued on the 13th day of April, 1852, (reissue No.
215.) Pending which application George W. B. Gedney, the
appellee, made application for letters-patent for improvements in
washing machinery, and on the 1oth of April, 1855, an interfer-
ence was declared and notice as usual given, and a day appointed
for the hearing, and leave given to take testimony, &c., which
testimony with the arguments of the respective counsel for the
parties, was submitted to the Commissioner for the trial of said
issue.

On the 13th of July, 1855, the Commissioner made his decision,
in which he states that ‘‘the said James T. King, in the specifica-
tion accompanying his application, claims ‘the construction of 2
rotary cylinder, in connection with the internal and external
pipes, arranged in such a manner that through said pipes steam
can always be let into the lower part of the cylinder and escap€
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p while the cylinder is in motion or stationary, and that
ne arrangement hot water, cold water, or steam can
the cylinder at the top and escape at the bottom
cylinder is in motion or stationary.” Gedney in his
claims ‘ the combination of a series of revolving pipes
¢ cylinder, which alternately become induction and
es, by means of a valve constructed substantially in
and for the purpose set forth.” * * * By the
n the part of King, particularly that of John Fallon, it
that the device specified in his claim above quoted was
w him as early as February or March, 1852, while on
Gedney there is no evidence to show any invention by
to that date, nor does it appear that Gedney claims the
c as claimed by King.
s invention, shown to have been made by King in
g.r March, 1852, was embodied in a form different from
forms the SI.IbJECt of the claim of Gedney, as above
nd the only question which can admit of doubt upon
mony is which party is the true or first inventor of that
n of King's invention which is specific in the claim

testimony of Henry Fern and John Fallon, it appears
last-mentioned improvement was described to them by

eptember or October, 1853, and these witnesses appear
arded it as his invention ; while on the part of Gedney
! l:estlmnny directly showing him to have been pos-
the same lmprmrement at so early a date, except that
edney, his wife, which is excluded on account of her
p to him. It is, however, sought to show by the
of James M. Osborn and Franklin W. Willard, but
y the former, that King declared the improvement in
be Gedney's invention. Osborn’s testimony seems
this, and Willard's, though not direct, lends a certain
confirmation, weakened, however, by the circumstances
simony. But it must be allowed that even Osborn’s
¥ to this point is far from being quite clear, because his
on of the improvement to which he understood Mr.
nark to be applied is rather vague. Nevertheless, it is

after reading Osborn’s testimony, and considering it in
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connection with the construction of the washing-machine at Rap.
dall's Island, according to the testimony generally, to believe thag
any other feature of the machine than the one now in questigy
could have been the subject of King’'s declaration. But whateyer
might have been the just effect of Osborn’s testimony, in itself
considered, it is very important in connection with it to obserye
that King, although he has described in his specification and
drawings the improvement claimed by Gedney, along with the
earlier form of the subject of his general claim, has not claimed
it, and is therefore before the Office without anything to show
that he has made oath that he believes himself to be the original
and first inventor of that improvement. Taking this fact in con.
nection with Osborn's testimony, the Office is led to decide the
question of priority of invention in favor of the said Gedney, so
far as relates to the claim which he has made.

“In regard to that part of the testimony going to show the label-
ing of certain models or machines by Gedney as King's inven-
tion, it is sufficient to observe that the admission, if fully proved,
that such models or machines contained an invention of King's,
could not be construed into an admission that they contained no
invention of his own, so as to invalidate the claim which he now
makes under cath. For these reasons, the decision of the Office
is in favor of the said Gednev upon the claim which he has made,
and in favor of the said King upon the claim which he has made,
as quoted above from their respective specifications.”

From which decision the said King hath appealed, and duly
filed in the Patent Office his reasons of appeal.

The first reason is for error in the position stated by the Acting
Commissioner that the improvement in controversy is not em-
braced in the oath of said appellant, as attached to his petition,
specification, drawings, &c., as a part of his claim. The second
is general—that the evidence shows King to be the first and orig-
inal inventor of the improvement, and not Gedney. The third,
that he erred in giving any credit to the testimony of Willard,
and in the proper understanding of the testimony of Osborn-
The fourth, because, by his own admission, the improvement was
embraced in the specification and represented in the drawings
said King as being long before the invention claimed by Gedney-
The fifth, in deciding that the claim of King does not claim the
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in question. The sixth is substantially the same as
with_the addition that the Commissioner ought to
ed and allowed any necessary amendment of the
The seventh is general, because the Commissioner
grant a patent to him (King) for the improvement
claimed in Gedney's application.

to the aforegoing reasons, the Acting Commissioner
the first reason, it is hardly necessary to reply to
in the present form, or in any of the usual forms,
derstood to apply to what is claimed by the ap-
to nothing else. To make it apply to all that is
the specification, would be absurd, since in almost
description, besides what is claimed, contains much
Upon the second reascn of appeal, he refers to
of the Acting Commissioner, and to the testimony,
priority of knowledge of any invention by any
presumptive evidence of original invention by
‘that although such presumption may be good in the
ny countervailing evidence, yet the proof of originality
ive, and does not exclude other evidence that may
show that the knowledge was derived from another
the third and fourth reasons of appeal, the Com-
: ““1 have nothing to add. The answer to the
contained in the following passage of the Acting
er's decision, viz.: ‘ But this invention, shown to have
by King in February or March, 1852, was embodied
different from that which forms the subject of the claim
r, as above quoted; and the only question which can
bt upon the testimony is which party is the true or
of that modification of King's invention which is
claim of Gedney.” The court will then observe
lescription and drawings of the modification claimed
were entirely erased from King's specification, the
‘would still be opposite to the remaining description
of the form invented by him in 1852. Keeping
iew, it is impossible to come to the conclusion that
does unequivocally claim the modification which
s.""  Upon the sixth reason, the Commissioner says :
el ‘that the fact that King did not claim the improvement
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in question was not itself merely made the ground of the decisigp,
It was only allowed to weigh in connection with the t&atim:m?.
and this involves no unfairness or injustice to the party, as by thl;
sixth section of the law of 1836 the applicant is bound to be explicit
as to the part or improvement claimed. Further, as to the right
of the party to amend his claim, the applicant for a patent has 4
right to amend his claim, renewing his oath of invention, whep
the nature of the amendment makes it proper and necessary ; byt
the Office is not bound to make suggestions as to what he should
claim, and consequently was not bound to direct Mr. King so to
amend his claim that it should conform to the specification, [f
by this is meant so amending as to make it expressly claim the
modification in question, the Office is wont to be cautious, par-
ticularly in cases of interference, in regard to suggestions or
directions to parties about their claims. The propriety of this in
cases of interference is manifest ; and in the present case it is clear
that the Office was not bound, prior to the declaration and hearing
of the interference, to give any such directions as it is claimed it
should have done. Nevertheless, after the decision of this inter-
ference, it was, under the practice of the late Commissioner of
Patents, competent for King, had he seen fit, to renew his appli-
£ation, making express claim to the improvement in question,
under oath, as usual, and thus have a new interference declared.”

Notice of the time and place of trial of said appeal having
been duly given to the parties, the Commissioner then and there
laid before the judge the grounds of his decision in writing, with
the original papers and the evidence in the cause ; and the parties
submitted said case with their written arguments. On the part
of the appellee, the jurisdiction of the judge to hear and dcdd:!
the appeal from the decision of the Commissioner in this case 8
objected to, upon the ground that ‘‘the Commissioner decided
not to refuse a patent to either applicant, but to grant a patent 10
each party for just what he had claimed in his application.” It
is argued that it has been settled by the decisions of this tribunal
that the judge has no control over the decisions of the Commis
sioner of Patents, except where he refuses a patent as prayed for.

If the present is a case like those which have been decided 0%
this point, or falling within the principles settled by those cases




King v. GEDNEY. 449

Opinion of the court.

on ::ertainly must be considered at rest, and not

ﬂ" Pomero}r 2. Connison (anfe, p. 40) was not the
plicant for a patent whose application or claim had
or refused by the Commissioner, and who was
s by an appeal, but of a patentee. That case
in no other case under the patent laws can an
en from the decision of the Commissioner, unless
for a patent has been rejected by him."”

the provisions in the patent laws on that point
by Judge Cranch, which he follows by the follow-
‘*An appeal is given to a disappointed applicant,
ise the decision of the Commissioner would be
nst him. It is not given to the patentee, because
the Commissioner is not only not conclusive as
does not in any manner affect his legal or equitable
rain he remarks: ‘““An adjudication of it by the
or the judge has no effect upon a patent already
Again: ‘‘He [the judge] can only act in a case
are contending applicants for a patent, and those
ust have prayed for a patent. A patentee is not an
_ He has already obtained all he asked for.”

on has been considered as settling the question on
the various cases where it has subsequently occurred
_'ﬂppellant, was an applicant for a patent; he is not,
thin the terms of the decision. [s he or his case
ason? Has he already obtained all he asked for?
stated, the Commissioner says: ‘‘The decision of
in favor of the said Gedney upon the claim which
and in favor of the said King upon the claim which
as quoted from their respective specifications.”
ends that the invention for which he claims a patent,
cribed by him, substantially embraces the claim made
of Gedney, and of which the Commissioner has
said Gedney to be the prior inventor.

show the defects in the claim of the appellant and
s between his description and that of the appellee,
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the Commissioner in the first part of his opinion has recited eagcl
of them ; by a critical comparison of which, although there js 5
difference in the phraseology, I can perceive no substantial differ.
ence in the description of what I understand to be the principle
of the invention intended by both to be described, which is, thag
the pipes shall be so arranged with a rotary cylinder alternately
to become induction and eduction pipes ; the particular means—
by a valve—are specifically stated in the one and not in the other,
But as to this latter, the means being embraced in the general
description, I suppose them to be of that ordinary character that
the use of them, or something analogous, would necessarily he
suggested to a mechanic skilled in constructing like machines,
without invention on the part of the mechanic. That it is a
difference merely of form, I think may be inferred from what the
Commissioner himself says in another part of the opinion : ** That
although King has described in his specification and drawings the
improvement claimed by Gedney, along with the earlier form of
the subject of his general claim, he has not claimed it, and there-
fore is before the Office without anything to show that he believes
himself to be the original and first inventor of that improvement."
I suppose he here means that King, in the part of the specifica-
tion quoted by him just alluded to, has not specially and specifi-
cally again described it.

It is true the statute of 1836, which requires the applicant to
deliver a written specification of his invention, says : ‘‘And shall
particularly specify and point out the part, improvement, or com-
bination which he claims as his own invention or discovery:
The strictness which the Commissioner seems to think must be
practiced in regard to this provision may have arisen from the
rule of the English law being looked to as his guide, where the
patent first issues and contains no reference to the specification
for which reason a more special and specific description must be
made in the heading or claiming part. Our practice is entirely
different. The specification is required to be first prepared
filed before the patent issues, and should be referred to therein at
full length as particularly stating the whole matter of the clai®
for a patent, which specification is considered a component
of the patent, and, with the drawings, must be taken in conﬁf—"“q"
tion together and in explanation of whatever may be dubious:
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to that rule one part of the specification and draw-
resorted to to explain any other ; and so as it respects

g_ﬁ‘ect I refer to the case of Hogg #f al. 2. Emersan
437, and to Davis z. Palmer ef al, 2 Brock., 3o, in
which cases the judge, in deiivering' the opinion of the
“ The oath of Emerson, too, that he was inventor of
ent, must thus be considered as extending to all de-
schedule no less than the title; and this is pecu-
when the specification is his own account of the
- and the patent ‘is usually only the account of it by
 officer of the Government.” If this, however, could
ered an objection, for the reason assigned by the Com-
)yet, by an application of the rules just stated, the
must be considered as fully removed. The plea to the
1 is therefore overruled, and the case will be retained
ide it upon the merits.
w to the proper application of the testimony to the
of law which must rule in this case, it will be proper to
relation in which the parties stood to each other.
carrying on a considerable establishment in the man-
f washing-machines, with a number of hands in his
d under his direction, and from time to time from the
was making and adding improvements thereto. In the
ctober, 1853, Gedney, at his own solicitation and
taken by said King into the employment—first as a
and subsequently as a general foreman—subject, of
he orders and directions of King, and who it is proved
nesses did so order and direct said Gedney. After the

4 F's patent in 1852, the several improvements stated
cification and drawings were made in his shop, and in
of that business, for which he is now claiming a patent,
the one involved in this issue. The change asserted by
supposed by him to consist of 3 material modification
provement claimed by King as his invention, and which
has particularly stated in his specification as his
This, if true, was discovered by him whilst so occu-
ing, and under his directions.

born, one of the principal witnesses of the appellee, and
3.



452 Kincg v. GEDNEY. [April,

Opinion of the court.

working in the same shop as one of the laborers, says he assisteq
in making the patterns for the alterations in the machine on
Randall’s Island in February or March, 1854. The alterations
were a four-way valve at the breach end of the tub. Instead of
its discharging at the end of the tub there were pipes leading to
the front end connected to this four-way valve. Gedney was the
foreman, and directed the making the alterations in the factory,
King gave him no directions in relation to those alterations;
he asked him for directions during the time that he was making
the alterations, and his answer was, ‘I do not know anything
about it; go to Mr. Gedney.”” He said it was Mr. Gedney's
improvement, and he knew nothing about it ; if it did not work
it was Mr. Gedney's fault; witness must go to him for all in-
structions. He did not hear King give directions to any of the
workmen in the shop. He has seen King and Gedney conversing
together at the factory, when chalk marks were made upon the
floor by Gedney to convey to Mr. King the manner in which he
was going to prosecute the work. * * * Conversations
between King and Gedney when chalk marks were made on the
floor were of frequent occurrence. In those conversations King
asked Gedney if he thought that was a better way than another.
Gedney said he thought it was, as it would require less repairs;
it would do better work—more of it—there would be less friction;
and in a great many other points King asked Gedney what was
to be the form ; Gedney chalked it on the floor.

If this testimony is admitted to be true, it must be allowed to
be vague and equivocal, as it relates to any particular machiné
on Randall's Island, and as it relates materially to the invention
involved in the issue between the parties. So, with respect 10
Gedney's giving directions to the witness, Mr. King might have
given to Gedney, as his foreman, general directions on the subject
both of the valve and its arrangement and its connection with the
pipes and the particular form in which it was to be made. The
suggestion of Gedney, in which he directed the witness, and _
which King was unacquainted—this might have been the case
without Osborn's knowledge, and most probably was, as
witness was not consulted on the occasion ; and this might l:"“;
been the particular improvement alluded to when King said 1
was Gedney's improvement. All this would not be sufficient ¥
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1 the inventor, if the general idea was King's. He
e considered as acting as King's servant.

s he does not know who invented the improvement ;
the machine on Randall's Island, and consisted in
n of the valve that received the stream. One morn-

sld him that Mr. Gedney had something that was about
at if the improvement was his, he would not begrudge
 this was somewhere about the middle of April, 1854,
' the improvement, as he understood it, was as to the
am into the tub in four places, admitting it through a
d a valve with four openings ; it went into four pipes
on the inside the tub, April, 1854.
credit can be given to the testimony of this witness.
:ment he alludes to was claimed and used by King
.. d without objection from Gedney, though with his
thout being obliged to give anything to Gedney
ther, the witness (David Oaker) says that Willard
k after he had given his testimony, if King’s law-
him if he would swear to it he would have said

ay, one of the workmen in the shop, says that in the
February or March, 1854, he became acquainted
5; he was engaged in making the small washing-
copper work on it; Fallon worked with him ; he
irected by Fallon and partly by Gedney ; he has
'y send directions to Fallon about his work. * * #
s may be made about this testimony which have
to the testimony of Osborn.
law sustaining the positions laid down by me in
€ relative condition of the parties will be found in
‘be “‘that if the employer conceives the result em-
invention, or the general idea of a machine upon a
nciple, and in order to carry his conception into
55 to employ manual dexterity, or even inven-
0 the mechanical details and arrangements requisite
& out the original conception, in such cases the em-
be the inventor and the servant will be a mere instru-
&h which he realizes his idea.”” (Curtis on Patents, p.

T
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43.) Upon the proof, also, the case on the part of the appellag
appears to me to be very strongly made out. The Commissiongr
himself says : ** By the testimony of Henry Fern and John Fallgy
it appears that this last-mentioned improvement [the improve.
ment which Gedney claims] was described to them by King i
September or October, 1853, and these witnesses appear to haye
regarded it as his invention ; while on the part of Gedney there j5
no testimony directly showing him to have been possessed of the
same invention at so early a date,”’ &c. In addition to, and ip
corroboration of, what the two witnesses just alluded to have said,
and without including the witnesses objected to on the ground of
interest, there are J. S. King, John H. Conselyer, and George H.
Kelly, from all of whom a considerable body of proof on the part
of the appellant has been adduced to show that the improvement
as described particularly by Gedney, and of which he claims to
be the prior inventor, according to the rules before laid down,
must be considered as belonging to King, the original inventor,
and embraced within this general description of his claim, and
within the particular description contained in his specifications
and drawings.

This proof, when compared with the testimony of Osborn and
the other witnesses on the part of the appellee, will be found
directly opposed thereto in all its material parts. The statement
of facts of which it consists shows that Gedney worked under the
orders and directions, and with the sketches or drawings (fur-
nished him by King from time to time) of the improvements on
said machines, and including substantially the one on the ma-
chine at Randall's Island. His own conduct affords evidence of
such being the case. The laborers in the shop with him nevet
heard him pretend to set up any claim to the invention until a
few weeks before he knew he was to leave the employ of King
although a number of the machines, including the one sent L
Washington for a patent and having this improvement on thei
as claimed by King, were known to him, and were labelled bY
him for the purpose of being sent away.

From the fullest consideration I have been able to give the
case I am satisfied, and such is my opinion, that said Gedney “'a’
not the prior inventor of said improvement as described by hif:
but that said King must be considered as such, and that it &
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d described by him, as above stated; and that the
’s decision as to that must be reversed, and
o that part of it which is in favor of said King.

ringion, for the appellant.
o gk, for the appellee.

NUTTING. APPEAL FROM REFUSAL TO GRANT
PATENT.

R GAUGE— OOILED PIPE FOR BTRAIGHT.—In a steam-boiler
merely lengthening the pipe within the chamber connected
iler by coiling the same or by uniting several straight lengths of
he purpose of increasing the effect, is not a patentable inven-
an ordinary expedient for multiplying the heating surface, and
is & mechanical equivalent of the straight pipe.
PLE.—A machine is the same in substance as another if the
@ the same in effect, though the form of the machine be different.
W DETERMINED—Equivalents are to be known by an inference
all the circumstances of the casze, by attending to the consid-
ether the new contrivance is used for the same general purpose,
same kind of duties, or is applicable to the same object as

J., District of Columbia, June, 1856.)

STATEMENT oF THE CASE.

: The decision will be readily understood
— from the subjoined cut, showing one form of
& theapplicant’s apparatus, in which £ repre-
sents the boiler of the steam-engine, ¢ a
chamber in communication therewith, and
the coiled indicator pipe within the chamber.
The devices for controlling the feed by means
of the expansion and contraction of the liquid
= contained in this pipe are not necessary to an
- =~ understanding of the decision, and are not
shown.
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