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Opinion of the court.

James R. NIicHOLS, APPELLANT,
TS,

ELBriDGE HARRIS, APPELLEE. INTERFERENCE,

AFFIDAYVIT NOT PROPERLY FILED.—AD affidavit relating to the merits of n cpgy
not laid before the Commissioner cannot be considered by the judge o
appeal.

SM—cOLLATERAL 1880E.— W here an affidavit was filed by counsel on o collatera]
matter, showing an informality in taking the testimony in the case, and
where the facts concerning the alleged informality were stated by the
magistrate in his return and noticed by the Commissioner: Held, That
it should be considered. ]

TESTIMONY OF WIFE INADMISSIBLE.—The wife of an applicant for a patent is an
incompetent witness for him in an interference proceeding.

EVIDENCE—PARTIAL EXAMINATION.—Where a witness had fixed the date of the
invention by reference to a device of his own invention, it iz competent
for the other side, on cross-examination, to call out a full description of
the device and when made, with a view of showing that the witness was
mistaken in his dates.

SM—LATITUDE ON OROSA-EXAMINATION.—Nor was it necessary for counsel o
state that the purpose of the examination was to affect the cradit of the
witness, as that would defeat its very object. Much greater latitude i
allowed on cross-examination than in direct.

SM—PLEA OF DISCLOSING PRIVATE APFAIRS.— Where o witness on direct exami-
nation has voluntarily referred to his own affairs in connection with the
higtory of the invention, he cannot on cros: -examination refuse to divalge
the full particulars of the same on the ground that it will expose his private
business.

REGULATIONS FOR TAKING TESTIMONY— JUST AND REABONABLE.'—By the twelfth
section of the act of 1839 the Commissioner is authorized to establish such
regulations in respect Lo the taking of evidence as shall be just and ress
sonable; and to understand what the Legislature meant by just and rea”
sonable in this connection it must be supposed that they had in mind the
established principles and precedents in like cases.

Su—Su—MaGISTRATE, OF cOUNSEL—Neither nupon principle nor authority l".’_-
just or reasonable that the evidence taken in a contested proceeding in SN
Patent Office should be taken before a magistrate who is of counsel fof °"
of the parties; and depositions so taken held to be legally incompetent
inadmiszible evidence in the case.

(Before MorsgLL, J., District of Columbia, May, 1854.)
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oner having declared and decided the interference,
the parties thereof on the 15th of November,
the first Monday in January then next for a
aformity with the provisions of the act of July the
directed that the testimony must be in conformity
‘therein inclosed, under the cath or affirmation of
were not interested in the question at issue, &ec.,

ere established by the Commissioner of Patents by
‘the twelfth section of the act of 3d March, 1839, by

icted “that the Commissioner of Patents shall have
te all such regulations in respect to the taking of

used in contested cases before him as may be just
o 11

e is in these words: '‘That before the deposition
- or witnesses be taken by either party, notice shall
the opposite party of the time and place when and
position or depositions will be taken; so that the
, either in person or by attorney, shall have full
cross-examine the witness or witnesses ; and such
ith proof of service of the same, be attached to the
depositions whether the party cross-examine or
notice shall be given in sufficient time for the
of the opposite party and for the transmission of the
the Patent Office before the day of hearing.’’ (Ante,

itions on the part of the appellee appear to have
after notice given, before a justice of the peace
1 for the county of Suffolk, Commonwealth of Massa-
e certifies himself to be such—and that the witnesses
return were duly sworn by him to testify the truth,
were examined on written interrogatories, and
ny taken in writing by him as therein written, and
d by him to the deponents, and subscribed by them
e to be used, &c.; that Nichols, by his attorney,
d, Esq., attended the taking said depositions. He
, that after all the depositions were taken and signed,
ngs closed, Mr. G. G. Hubbard desired the magistrate
he was a partner of Mr. H. F. Smith.
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Gardiner G. Hubbard, who acted as attorney for Nichols, the
appellant, states, in an affidavit made by him before a justice of
the peace, that as counsel for James R. Nichols he was preseng
at the examination of the several witnessses examined on the
part of Elbridge Harris, as mentioned in the proceeding jus
alluded to; that he had no prior acquaintance with either the
counsel for said Harris or the magistrate in whose name the
summons was issued; that in going to the office of the magistrate
he found it the same with the office of the counsel; that jt
occurred to him at once that they might be partners ; but, think-
ing he might be mistaken, as he had never before in his practice
known of anything of the kind, he made no inquiries, but went
on with the examination until they came to the examination of
John Newell. He proposed an interrogatory to said Newell, to
which he declined answering. The point was then argued, and
the magistrate decided that he must answer it. The witness still
refused, and advised with his counsel, who informed him that he
was not bound to answer the interrogatory, when the magis-
trate, without giving any reason, changed his decision, and
decided that the witness was not bound to answer the question.
Whereupon he (the affiant) asked him if he were not the partner
of Mr. Smith, and of counsel for Mr. Harris ; and he replied that
he was ; that said afhiant then objected to all the evidence, and
particularly that of Newell, and declined going on any further
with the examination before a magistrate who was judge and also
counsel; that he requested the magistrate to enter these facts in
his return at length, &c. This affidavit was not laid before the
Commissioner, and therefore, if it were upon the merits of the
issue tried before him, could not be noticed by the judge on the
appeal ; but as it relates to a mere collateral matter mspecﬁng
the execution of the duty in taking the testimony, and the fact 1S
stated by the magistrate, and noticed by the Commissioner in his
answer to one of the reasons of appeal, I have thought it ought
to be considered.

On the hearing of the parties, according to the notice givem
before the Commissioner, on the evidence so taken, (except that
of Mr. Harris, which was rejected as inadmissible,) and on
24th of January the decision of the Office was pronounced, award-
ing priority of invention to Harris; from which decision Nichol$
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| upon which the case is before me. And according
the time and place of hearing given by me, the
has laid before me the grounds of his decision in
er of the reasons of appeal filed by the appellant,
said reasons and the original papers and evidence

ye parties appeared by their counsel and submitted
their written arguments.

asons of appeal were filed—some to the admissibility
ng to the merits of the question in issue, It is
consider those of the first description. They are
h, and sixth.

| is an objection to the wife of Mr. Harris, the ap-
itness on his behalf. This objection was overruled
but sustained by the Commissioner, and very prop-

is because the magistrate refused to compel John
of the witnesses offered by said Harris, to answer
patories propouuded to him by the counsel of said
rh he at first ordered him to answer the same, as
his return.
atory alluded to was in these words: ' Did the
ed to Mr. Harris have a wire-gauze tube silvered?
had been called on the part of Mr. Harris, and
wered the fifth and sixth interrogatories on the
tion.
i '* Please state the earliest time, if you can fix upon
ier than the 1gth of May, 1852, at which you had
of such invention by Mr. Harris."" He answered :
nk I can tell any day in particular before the 1gth
ad conversations with him in April; I showed him
mps, and that led to the conversation."’
interrogatory : ‘‘ State what was said in that conver-
 state what Mr. Harris at that time claimed as his dis-
the description which he gave you of it.” Witness
* Mr. Harris remarked to me that my glass lamp was
it as to the liability to fracture ; he said his was to have
lining, but I cannot say that I fully comprehended his
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meaning : the manner in which he intended to apply it to the
lamp I did not fully comprehend at the time.”

The counsel for Nichols contends that in these answers the
witness gives a date and fixes it by reference to his lamp, which
he then showed Mr. Harris, and which was the origin of the cop.
versation. He (the counsel) claimed to show what particular
lamp Newell referred to, and then to examine him as to the time
when he first invented that lamp, which the counsel believed was
not until the close of 1852 or the beginning of 1853; and hence
if that were the lamp meant by him, he must have made a mistake
as to time of nearly a year. He also states some other parts of
the examination, particularly the witness' answer to the first cross-
interrogatory and the date of the patent referred to, which show
the witness' mistake about the time and the relevancy of the
questions,

In answer to the objection thus involved in the sixth reason of
appeal, the Commissioner says: ‘‘ The sixth reason, at most, could
affect the testimony of Newell alone; and in relation to him the
magistrate exercised a discretion which the undersigned saw no
reason to take exception to. The question related to the private
business of the witness; and if intended to affect his credit, it
should have been so stated by the counsel so propounding it
The magistrate states as his reason that the answer thereto would
expose the secrets of the witness' trade and business.

With respect to its being incumbent on the counsel, **if in-
tended to affect the witness' credit, to have so stated it,” it should
be remembered that it was on cross-examination that the inter-
rogatory was put, in which it is the practice to allow much
greater indulgence, and that to have stated his purpose would
have defeated his object ; and more especially should it have been
allowed, as the witness showed himself to be an unfair, suspicious
witness by his answer to the first direct interrogatory.

With respect to the protection claimed for the witness—that
the answer would expose his private affairs—if this were even
conceded to be his right under some circumstances, yet as he
had, in answer to an interrogatory put to him on his direct
examination, voluntarily referred to the lamp, and given a pi“““]
description, I think the objection came too late. :

The fifth reason is, because all the evidence in behalf of Harms
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le, having been taken by a magistrate who was a
'murmei of Harris, as will appear by his return. To
ssioner answers that ** the relation found to subsist
e magistrate before whom the testimony was taken and
f Harris was not alone a legal ground for rejecting
e. The Office is aware of no rules of law or prm:tlce
{, in the absence of a direct charge of error in the
s, make the relations subsisting between these parties a
for excluding evidence in a case where the magis-
¢n to have no other interest. How far it might
ibility of the witnesses, the judge would determine ;
nmissioner, it had no weight.”

ity to take the testimony was under the rules of the
aking and transmitting evidence, &c.; particularly
ird rule, which is, as before stated, ‘‘ that before the
a witness or witnesses be taken by either party notice
gwen to the opposite party of the time and place
hm such deposition or depositions will be taken, so
posite party, either in person or by attorney, shall
pportunity to cross-examine the witness or witnesses ;
otice shall, with proof of service of the same, be attas:hed
psition or depositions, whether the party cross-examine
‘such notice shall be given in sufficient time for the
e of the opposite party and for the transmission of the
0 the Patent Office before the day of hearing."

'no express specific provision in this or in either of the
shed by the Office against the counsel or attorney of
e parties acting under said third rule ; and it may be
learned Commissioner has supposed, that there is none
sly declared in any of the rules of law on patent sub-
think it will appear that on principle and on prece-
ogous cases the settled law is that such a relation does
€ person incompetent to discharge such a trust. The
f to make rules and regulations on the subject is derived
pmissioner, as also before stated, under the twelfth sec-
2 act of March 3d, 1839, by which it is enacted '’ that
issioner of Patents shall have power to make all such
5 in respect to the taking of evidence to be used in con-
es before him as may be just and reasonable.’ To
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understand what the Legislature meant by just and reasonable
in this connection, it must be supposed they had in their mind the
established principles and precedents in like cases.

Upon principle, every party has a right to expect in the admin-
istration of justice that his cause shall be fully and impartially
examined and tried. The examination and testimony of witnesses
forms a most essential part of that trial; and to that end the judge
or functionary who conducts the proceeding as such must be in a
condition to be entirely indifferent between the parties. Can this
be the case where the officer is also the retained counsel in the case,
with all the usual sympathies and desires and biases in favor of
his client's cause, and selected by him for the purpose? The
magistrate who acted in this case under the delegated power of
the Commissioner who was to try the cause shared with him in
this most important part of the preparation for the trial the judi-
cial power. Could any rule, therefore, which would authorize
such a person to examine and take the testimony be just and
reasonable, within the requirements of the statute?

Upon authority, the principles which are thought applicable will
be drawn from other cases of trial where a similar mode of tak-
ing evidence is practiced. It seems to have been received into
the practice of the common-law courts, by analogy from the
Chancery Court, and by that court from the rules of the civil law,
i. e., the commission to take depositions, at the instance of the
parties, to certain persons named by them, with power, &c. It
will be unnecessary for the present purpose to state the particular
details of the proceeding, one of which, however, required the
closing of the commission and transmitting the whole proceed-
ing, with almost the same authenticity as that established by the
Patent Office. 1 proceed to show who were deemed eligible to
act in that capacity.

In Harr. Ch. Pr., vol. 1, pages 440 and 441, it is stated : ** The
common exceptions to a commissioner are: First, that he is of
kindred, allied to the party for whom he is named ; second, that
he is master to the party—his landlord or partner; third, that
he hath a suit at law with the party adverse to him, for whom he
is named commissioner, or is of counsel, or is attorney or solic-
itor or follower of the cause on one side ; fourth, that the party
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to him, or any other apparent cause of partiality or
 either side.”’
from the provisions of the judiciary system of the United
g, chapter zo, section 30, describing what shall be the
proof in all the courts of the United States, &c.:
the testimony of any person shall be necessary in any
depending in any district in any court of the United
shall live at a greater distance from the place of trial
undred miles, or is bound on a voyage to sea, or is
out of the United States or out of such district, and
- distance from the place of trial than as aforesaid be-
of trial, or is ancient or very infirm, the deposition
on may be taken de bene esse before any justice or
of the courts of the United States or before any
stice, or judge of a Supreme or Superior Court, mayor,
strate of a city or judge of a County Court or Court
leas of any of the United States, not being of coun-
ney to either of the parties or interested in the event
' &ec.
observed that the being of counsel or attorney to
¢ parties is placed in the same category with being
n the event of the cause.
add what has been the practice under the laws of
and Virginia in their courts, and the invariable practice
the Circuit Court of this District, sanctioned and
by the Supreme Court of the United States; but I think
own enough to make it clear that the magistrate by
mm:natmns were made and by whom the depositions
N was legally incompetent for the purpose, and of course
epositions must be considered as inadmissible evidence

decision of the Commissioner was grounded thereon, it
,» and must be annulled, reversed, and set aside ; and
hereby determine and decide, and that he do further
said cause according to law.

& Pinkerton and Page & Co., for the appellant.
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