In RE MauLE. 271

Opinion of the conrt.

P. MAULE. APPEAL FROM REFUSAL TO
GRANT PATENT.

LLIO PAINTE—MADE BY OLD PROCESS FROM REFUAE MATERIAL.—

‘& composition of matter—a metallic paint—possessing no new
guality in itself, and obtained by well-known methods of

om a refuse or waste material which was known to contain
3 of the composition in suitable proportions, is not rendered
the fact that the applicant was the first to utilize the waste

District of Columbia, June, 1853.)

application was filed on the 15th of December,
rawn, and the return fee paid to him. On the
1852, the same party filed another appllcauon for
the same refuse material, to be treated in the same
 the same purpose. This application was inclosed
0 the Office in a letter from Mr. Maule's counsel
n the 11th of March, 1852, in which letter he says :
tion is a valuable one. The paint is manufactured at
ost, being produced from an article which has hereto-
msidered of no value, and yet it is of very superior
1e purpose intended—for forming an almost purely
ng, very hard and durable. It has already been
, and is very highly recommended.”” In a sub-
he incloses a printed paper dated 10th of February,
thich it appears by the certificates of sundry persons
ly to that time, and previously to the application of
‘March just stated, the article for the invention of
ent was prayed had been publicly bought and sold
ledge and consent of Mr. Maule. The provision in
1336 authorizing the party to withdraw his applica-
words : ‘‘In every such case, if the applicant shall
aw his application relinquishing his claim to the
be entitled to receive back twenty dollars—part of
ed by this act—on filing a notice in writing of such
€ Patent Office, a copy of which, certified by the Com-
all be a sufficient warrant to the Treasurer for paying
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back to the said applicant the said sum of twenty dollars
(Section 7.) Whether under such circumstances a statutgpy
objection existed at the time of filing the second application ¢
the claim for a patent, I express no opinion, no such object
having been raised.
It appears from the papers in the cause that another applic
tion, dated the 1oth of September, 1852, was presented to
Office by the appellant, in which he says: “I have inve
new and improved metallic paint."’ And he proceeds to gi
full and particular description thereof, at the close of which
says: ‘‘ What I do claim as my invention, and desire to secury
by letters-patent, is the before-described paint manufactured f om
the insoluble metallic residuum or refuse which remains after th
extraction of the soluble parts in the manufacture of the chromate
of potash or soda from chromic iron ore.”’ F
This application was examined and rejected by the Com
sioner upon the ground that the alleged invention was not patent
able for the want of novelty; and upon notice given an appeal
was taken from the said decision and refusal to grant the patenl
as aforesaid. The reasons for which said appeal were duly filed
and the substance of which are— R
First. The application is not for making paint out of the
oxides, &c., of iron, but from the residuum from the manufactis
of bi-chromate of potash, which is a substance of a distinctive
character well known in the arts, and is to be considered withot
reference to the elements of its composition.
Seconp. The discovery of the peculiar properties of i
substance, which render it capable of being manufactured 1nto:
most valuable paint, and its application to that purpose
process of cleansing and manufacture pointed out in the specit
cation, constitute a_patentable invention under the sixth ¢
of the act of Congress of July 4th, 1852. _
TuirD. Though these properties were due entirely 0 the O%8
of iron which the substance contains, and which have been
to be applicable to the same purpose, yet the discovery % =
ingredients existing in this refuse material in such combind
and proportions as to render it useful to mankind in the md
now applied by Mr. Maule, together with the manner of
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- rendering it capable of use, are patentable, a
result in the arts being produced thereby.

h the amount of novelty or invention was
very is patentable on account of its great
ufacture of the residuum into paint, in connee-
ufacture of bi-chromate of potash, is, therefore,
nent of the trade. The paint yields a large

, in order to show the absence of patentable
rer to the reasons of appeal, makes a comparative
what the appellant states the ingredients of the
what is stated in the books of the composition
m which the conclusion is deduced that iron
iron must give the leading character to the
residue will be red or brown, according as the
more or less skillfully conducted.
" are referred to, in which are to be seen various
m the oxide of iron, mixed with other bodies,
reason, to show that appellant was not the first
refuse is capable of being pulverized, washed,
th oils to form a paint, he says there is but
nmon to all these substances by which each is
namely, washing (when necessary), drying,
ixing with oil. This process, therefore, is not
shing, the books direct that the chromate of
iviated with water to save all of its salts.
0 the discovery of the ingredients existing in
in such proportions as to render it useful and
produce a new and important result in the
8 no new discovery by the appellant. The
sis of this ore, and show how to find out the
and so also with respect to the process. Mr.
‘substantially nothing to the knowledge of the
was not known before.
fice in the expense, the red oxide of iron is one
bundant and most easily pulverized (next to the
hly minerals, and is known under the name
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of bog-iron —hematite, This makes a paint equal to any irgp
paint, of a strong reddish-brown color, and it is very abundang,
And so as to the hematites and other ores of iron.

To the fourch, Mr. Maule's paint has no title to claim on the
score of utility. It has not been shown to be better than an
other ore or mineral. No invention has been proved. The mere
repetition of this well-known process on any mineral or other
matter, whether new or old, does not constitute a patentable
invention.

On the day and place appointed for the hearing said appeal,
according to previous notice duly given, an examiner from the
Office appeared, and, as required of the Commissioner by law,
the said reasons of appeal and all the original papers in the case,
together with the grounds of said Commissioner’s decision, fully
set forth in writing, touching all the points involved by the rea-
sons of appeal, were laid before me ; and the said appellant filed
his arguments in writing in support of his claim.

It will therefore appear that the appellant states his claim to a
patent to be for a metallic paint. The invention, he says,
consists in making paint from the refuse insoluble matter which
remains after the extraction of the soluble parts in the manufac-
ture of chromate of potash from chromic iron ore; that this
article has hitherto been considered as of no value in the principal
establishments for the manufacture of the bi-chromate of potash
in this country and in Europe; it is thrown out as a valueless
commodity. The appellant has discovered that it is a valuable
article for paint, when properly prepared, and has practically
applied it to that purpose, by which about fifteen per cent. profit
is gained in the manufacture of bi-chromate of potash and the
public supplied with a valuable paint at a very cheap rate.

The rejection by the Commissioner appears to have been upo®
the ground that there was no new composition of matter, no ne¥
process, but one substantially formed of old ingredients, and by
an old process, and, therefore, that there was no paten
invention. :

I do not understand from the argument in reply that anythité
is claimed because of any new ingredient in the refuse cﬂm_P"‘f"
tion, or because of the process out of and by which the pal
manufactured, but that it is contended that the paint itse
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ful composition of matter and a patentable invention
from said worthless residuum, and that he pretends
in connection with the manufacture of the
ash ; that his invention begins where that process

cture, however, thus claimed to be a new composi-
entable invention, has no feature in it that can
invention, unless its being manufactured out of
um makes it so.
d that it is within the provisions of the act of
of July, 1836, section 6, which says ‘‘that any person
having discovered or invented any new and useful
manufacture, or composition of matter, or any new
provement on any art, machine, manufacture, or
matter not known or used by others before his or
or invention thereof, and not at the time of his
a patent in public use or on sale with his consent
as the inventor or discoverer, and shall desire to
usive property therein, may make application in
Commissioner of Patents expressing such desire ;
missioner, on due proceedings had, may grant a
iRl

ction of this part of the statute as it regards this
s, I suppose the test to be that the combination or
pounding it must be new.
of The King v. Arkwright (2 Ba. & Ald.) and Crane
‘the purpose of supporting the principles that wher-
 sufficient utility to render any discovery better or
to the community, or to those engaged in the par-
there is a sufficiency of invention to support a pat-
tent may be granted for the use of things already
producing effects already known, and acting in a
dy known, provided those effects be produced so as
economically or beneficially enjoyed by the public.
e be anything material or new which is an improve-
ade, that will be sufficient to support a patent.
se, one of those which is referred to for these prin-
gst the most modern English cases upon the sub-
ich most, if not all, of the previous decisions on
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these points were reviewed. That case is decided with a view g,
the construction of the British Statute of Monopolies, according tq
the construction given to which, it must be considered as |egs
restrictive than the terms contained in our statute. There are
certainly dicta to be found in that and other English cases going
to the extent with respect to the beneficiary and economical resylg
contended for in the argument in this case. But it will be found
by a critical examination of the facts in the case that there was
enough in the case to warrant the decision without going to the
extent of those dicta ; that is, there was a new and material feature
in the combination—that of the hot-air blast—which had never
been used in that particular combination before. This, together
with the result, was a sufficient invention.

The argument, also, is that the objection of double use does not
apply ; that in this case it is not the double use of a thing before
known, but the production of a new article from a substance
which, though already known, was not known to have any use at
all ; that it is of no consequence that some, or even the principal,
ingredients in the new article thus produced have been used for
the same purpose before, if the composition claimed be new in its
particular combination, proportions, or manner of being produced,
and otherwise patentable And for this Byam 2. Goodwin, 3 Sum-
ner, 314, 315, is relied on.

In that case it will be found, as correctly stated in Curtis, that
the patent claimed as the invention of the party a new and useful
improvement in the making of friction matches by means of a
new compound; and it was said that the ingredients had been
used before in the making of matches. The court said that the
true question was whether the materials had been used before in
the same combination, and if not, that the combination was pat:
entable. But in this case the compound out of which the paint
was manufactured or made had no new ingredients in it, unless
its being said to be a residuum would supply that deficiency; and
I cannot agree that it would.

In 2 Story’s Reports, 190, 193, the rule of law laid down is that
you cannot have a patent for a result merely without using som€
new mode or process to produce it.

Again, it must be admitted that if new at all, it was only 5¢
because of the occasion ; and the rule is that if the occasion only




I RE MAULE. 277

Opinion of the court.

produced by old agents and by an old mode, it is
And so the Supreme Court of the United States
it case have decided that a patent is not good for
e result of a certain process merely.

‘another case, of Steiner z. Heald, in 2 Car. & K.,
- not had it in my power to obtain the book in which
ted, but will state the notice of it in Lund on
ot, 18. The invention patented was for extracting
dder a certain caloring matter used in dyeing, and
name of ‘‘ garancine.”” The opinion is a very long
therefore state such parts only as will show the
and opinion of the court: “‘A person discovers a pro-
"’-'..... he can get from fresh madder a large quantity of
vhich I must now take to be well known, ca'lad ‘ gar-
iebody applies precisely that same process to mad-
been merely boiled. There is no magic in a name
uage that could be used. The boiling of madder
_f-some of it; this process gets out the rest of it. And
n, in point of law, if the matter is reduced to that,

take out a patent for using a pcrl’ectl}r-knnwn process
residue of an article from a material which is known to
e process being one by which you could get, in the
e, more or the whole of the article; and by your use of
- merel:,-r get the residue which the common pro-

pag'e 22, the judge says: ‘‘There is no magic in
'spent madder. It is madder that has undergone a
hich the whole virtues are not extracted. It appears
it is precisely the same as if you applied a process to
dy imperfectly squeezed, by which you squeezed a
lice out of them than was formerly done. I do not
uld have a patent for that, for see what it would lead
son in manufacturing districts where they extract
certain ores were to find that by applying a process
ou could get ten per cent. more of the metal, and it
worth working the refuse that might stand around
ering many acres, possibly, it would be just worth
rk that over again by the new process. I am clearly
that no stranger could step in and say, ‘Now, I will
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have a patent for using your process which you have given
the public. I will have a patent for using it to this old rubbj
because it may yield some ore.’ I do not think that would dg »

I have referred to and cited this case for the principles settled
by it, which I think are applicable to the case before me.

Upon the best consideration, therefore, which I have been able
to give this case, the conclusion to which I have arrived is that
the decision of the Commissioner is right and correct, and [ dg
hereby affirm the same.

Thos. H. Speakman, for the appellant.

In RE Enos BoUuGHTON. APPEAL FROM REFUSAL TO GRANT
PATENT.

EVIDENCE—STATEMENT TAKEN A8 A WHOLE.—When a part of an applicant's
statement in correspondence with the Office is used, the whaole of the
cotemporaneous statement should be received, the part which operates
for him as well as that which makes against him.

COMBINATION OF OLD ELEMENTS.—There may be a patent for a new combination
of machines to produce a certain effect or effects, whether the machines
constituting that combination be new or old. In such case the thing pat-
ented is not the separate machines, but the combination alone.

Su—iN PART oLD.—Under o patent for a combination, proof that the machine
or any part of the structure existed before forms no ohjection to the pats
ent, unless the combination had existed before, for the reason that the
patent is limited to the combination,

PriscirLe oF sacuise.—The true legal meaning of the principle of a machin®
with reference to the patent act is the peculiar structure or constituent
parts of such machine. The principles of two machines may be very
different, though their external structures may have great similarity-

WEED CUTTER—NEW COMBINATION.—A combination may be new, although its
elements, separately considered, are old. Thus, where the cutting-shear -
blade of & weed-cutting plow was old, and the mechanism by which it wid
raised and lowered has been before used to perform thie same offict
cultivator teeth, and in other connections: Held, That a claim 10
combination of the share and its controlling mechanism was patentable-

the

(Before MorseLw, J., District of Columbia, January, 1854.)
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