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say whether the refusal under the circumstances of the case wasg
right or wrong. There is no limit of time as to the appeal, and |
do not perceive any reason why Mr. Janney may not now appeal
from the decision of Mr. Ellsworth, and have the merits of his
invention decided. I understand the merits of both applications
are alike. Having no jurisdiction of this appeal, I suppose it
must be considered as dismissed.

S S Greenough, for appellant.

W. P. N. Fitzgerald, for Commissioner,

ALEXANDER BAIN, APPELLANT,
S

S. F. B. Morsg, APPELLEE. ,INTERFERENCE.

PRIORITY OF INVENTION —IMPLIES INTERFERENCE—COMMISSIONER AND JUDGE
HAVE JuniapicTioN.—The question of priority of right or invention neces-
sarily implies interference. 1If there is no interference between the parties
no question of priority can arise. Hoth the Commissioner in the premises
and the judge upon appeal must pass upon the gquestion of interference as
preliminary to and as giving them jurisdiction of the question of priority.

NOTICE OF INTERFEREYCE NOT CONCLUSIVE— STILL QUESTION FOR FINAL HEAR-
a.—In notifying the parties to appear before him in accordance with the
provisions of the eighth section of the act, the Commissioner decides
pro hac vice, and for that purpose only, that an interference exists. Upon
the hearing he decides finally whether or not an interference in fact exists.
From that decision either party may appeal to the judge.

JURIBDICTION OF JUDGE—REASONE OF APPEAL.—By limiting the jurisdiction of
the judge to the points involved in the reasons of appeal, the law has
affirmed it to that extent.

SupJECT OF INTERFERENCE—MUST BE PATENTABLE—AND CLAIMED ®Y BOTH
rarTiES.—The interference mentioned in the eighth section of the act of
1836 must be an interference with respect to patentable matters, and the
claims of the applicants must be limited to the matter specifically set forth
in their respective specifications, and what is not thus claimed may, for
the purpose of this preliminary inguiry, be considered disclaimed.

Su—Su—arreAL To JUDGE.—LUpon appeal to the judge in an interference, the
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g the appellant claim a patent for any matter now patent-
 the other party claims o patent.

VICES IN COMBINATION—MUST CO-0PERATE.—When an appar-
of new and old devices the inventor is not bound to take
 the new elemenis or devices by themselves. He is at liberty
patent for a limited use of those new matters, to wit, in
with the old, if the devices all co.operate to form a new

QOMRBINATION REFARATELY PATENTABLE.—A new combination
less patentable that certain elements or parts thereof are new
ble by themselves.

INOTURE ESSENTIAL IN MACHINES.—When the application 1 for a
i of machinery and materials, form and structure become sub-
are the essence of the invention; and if changes in these
hle the operator to do the work in a better manner, or with
r at less expense, or in less time, they are all improvements
e inventor may have o patent.

KD MORBE DO NOT INTERFERE.—It appearing from a consid-
state of the art that the specifications and claims of Bain
g, respectively, must be construed as limited to the combination
therein set forth, and that there is an important difference in
and structure of the devices constituting these combinations, and
' m of Bain is further limited to the use of the invention in
on with certain old devices not included in Morse's apparatus:
no interference in fact exists between the respective applica-
‘that each party is entitled to a patent for the matter clnimed

EFFECT K0T PATENTABLE—There cannot be a patent for a principle
e application of a principle, nor for an effect. Two persons may
principle and produce the same effect by different means
nterference or infringement, and each would be entitled to a
his own invention.

, Ch. J., District of Columbia, March, 1849.)

STATEMENT oF THE CASE.

olications in this case (afterwards patents to Morse
ly 1st, 1849, and to Bain 6328, April 17th, 1849) pur-
disclose a new system of telegraphy, which consisted
cing marks or discolorations on paper “‘chemically pre-
the direct action of the galvanic current, and without
ention of magnets or other intermediate devices. The
of both parties proceeded upon the theory that the
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passage of a galvanic current through paper or other suitable
material previously treated with any one of a variety of chemical
solutions, as iodide of tin, sulphate of iron, acetate of lead, iodide
of potassium, &c., will produce discolorations or marks corre.
sponding in number and length with the pulsations of the current.
The apparatus of Morse, as illustrated in the subjoined cut, was
quite simple.

The operator at the sending station produces the alternating
currents corresponding to the dots and dashes of the Morse
alphabet by the ordinary Morse key A" At the receiving station
the prepared strip 6 is drawn by a register & between a metallic
cylinder or drum & mounted upon a suitable standard, and a thin-
edged platinum wheel ¢, held in contact with the strip by a metal
spring mounted upon a metal standard 6. The direction of the
current is indicated by the arrows. The passage of the altern-
ating currents from the platinum roller to the cylinder or drum
through the strip produces the discolorations or marks which
form the message.

Bain's invention was designed to transmit a message through
one machine by a single operation to any number of distant
stations. The transmitting and receiving wires are combined in
a single apparatus, one of which is placed at each station. The
circuits are changed to transmit or receive at pleasure. Fig. 1
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ﬂumng the general arrangements only. Fig. 2

j for transmitting to a number of stations.

.'I'.’.:l

Fig. 1.

g_ is prepared or ‘‘composed’’ in permanent form
ng a slip of paper with perforations cﬂrrespundmg in
ent with a predetermined system of signs or

*Tﬁiu sending-slip 2 is wound upon a suitable roller
to pass between a transmitting-roller @* and a

1sh 36, which are normally in circuit. The non-con-
interrupts the flow of the current, except at such times
therein permit the brush to contact with the
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H WI_I :
roller. By passing this slip between a number of transmitting-
rollers 8o and brushes 81 (Fig. 2), in separate circuits, but arranged
in line in one machine, the message can be simultaneously trans-
mitted to an indefinite number of stations. The receiving devices
are shown in the centre of Fig. 1. The prepared paper in the
form of sheets is wrapped around cylinders or drums M (one of
which is shown), either of which can be used while the other is
being prepared. Steel slips or tongues e* on the cylinder take
into a screw-thread e* on the fixed-shaft ¢>.  When the cylinders
are revolved at a regulated speed by the cord 51 and the pulley
¢" they are caused to traverse across the machine under the
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point 62, whereby the marks or discolorations
d in a regular spiral around the eylinder, and the mes-
lines from left to right in the ordinary manner of
nting when the sheet is unwound.

for Mr. Bain.

as not filed sufficient drawings nor deposited a sufh-
of his invention, nor has he described it in such full,
xplicit terms as to enable a person skilled in chemistry,
and mechanics to construct and use the same to trans-
ence. A local circuit only is shown; no centre con-
re shown, nor any means of operating over long dis-
y mode of preparing the paper chemically is deseribed
uate to produce the results claimed. No telegraphic
inist can produce an instrument that will operate as
nt which Morse claims, and no chemist can produce
describes by complying with the specification. No
_ t]:us point was pmducﬂd before the Commissioner or
the judge. The reviewing tribunal is without any
pt personally to read the specification and claim, and
the model and drawing of Morse's application, and
vhether by following the directions contained therein
useful or important can be produced. The Commis-
‘examiners may be called by either party to testify
‘‘in explanation of the principles of the machine or
g "' for which a patent is asked, but they cannot state
ve opinions on other subjects. Bain denied the practica-
orse's invention before the Commissioner, and offered
of upon that subject before the final hearing. The
own invention was not denied. Under these circum-
ere was error in the decision of the Commissioner in
against Morse's claim; and the proper mode of cor-
At error is to open the case for the production of full
-on both sides.

is in fact no real and substantial interference between
splications. The underlying principles common to both
are old, as admitted by the Commissioner. The single
signs, and the use of chemically-prepared paper are
ld, and the invention of each party is restricted to his
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own particular combination and arrangement of devices by which
these common principles are carried into effect.  Bain uses chemi.
cal agents and the long telegraphic circuit, the earth making part
of it, in a particular manner to produce the consequences which
he describes. From a comparison of the drawings and models it
will be apparent that the machines differ in form and substance,
Morse's machine is incompetent to produce the effects described
by Bain, if susceptible at all of practical use. Itis denied that
any operative machine could be produced by following the direc.
tions of those specifications. In a case of this kind proof should
be resorted to.

3. The Commissioner erred in allowing Morse to go into proof
of his invention prior to his caveat and application, and at the
same time refusing to allow Bain to make proof of his discovery
before the date of his English patent of 1846. Unless the statute
creates a difference in clear terms, the parties stand upon an equal
footing before the Patent Office in all respects. The sixth section
of the act of 1836 removes the previous disabilities of foreigners,
and declares that all persons may obtain patents under the circum-
stances and conditions therein named. The ninth section, it is
true, raises a distinction between foreigners and citizens with re-
spect to the payment of fees, requiring a citizen to pay $30, and
a subject of Great Britain $500, and other foreigners $3co. The
question is whether a foreigner, having paid the requisite fee, is to
be permitted to substantiate his right to a patent conferred upon
him in terms by the sixth section, by showing, upon an issue of
priority properly joined, when he in fact made the invention. No
claim in the statute in terms makes this distinction between citizens
and foreigners, whether they are prosecuting their cases ex parie
or in interference. The seventh section, to which reference is
made, relates exclusively to the ex-parfe examination of an appli-
cation. It provides that the Commissioner shall in all cases issué
a patent if it shall not appear, among other things, ‘‘ that the sam¢
[invention] had been invented or discovered by any other person
in this country prior to the alleged invention thereof by the appli
cant.”” This claim does not prohibit the foreign inventor from
showing the date of his invention and obtaining a patent, but
provides that such prior discovery, if not patented or described,
will not prevent the American inventor from also obtaining &
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same. Nor does the proviso of the fifteenth section
urnish any rule governing the issuance of patents. The
 question declares that no patent, in a suit brought
all be held to be void on account of the invention, or

eof, having been before known or issued in any for-
y. It does not appear, however, that in such a case
‘could recover. By the enabling clause of the section
ill be rendered for the defendant, with costs, if it shall
ng other things, that the patentee was not the first
discoverer of the thing patented, while the later
/entor cannot recover against a prior foreign in-
e is nothing in the section to prevent the prior

wtor from sustaining his patent against all subsequent

- section, establishing and regulating interferences,
eption against the foreign inventor.

Kendall, for Morse.

question submitted for decision in case of conflict-
patents is “ priority of invention.” (Statute of 1836,
ute of 1839, sec. 11.)

| in such controversies must be decided in a
on the evidence produced before the Commis-
tute of 1839, sec. 11.)

chief justice has no authority to receive additional
‘except that of the Commissioner or examiners of the
fice, and that only * in explanation of the principles of
(Act of 1839, sec. 11:) nor has he authority to return
the Patent Office for the purpose of taking additional

allegations and arguments of the other side, there-
the questions of utility, novelty, and patenta-
evant and aside from the pﬂint at issue,
ntention by Bain that there is no conflict between
and those of Morse is an admission that Morse is
all he claims. In this view, Bain should disclaim all
€ claims, and go his way.
H,_ is an interference. Bain's third claim probably
¥ith Morse’s first claim. " If granted, Bain could do all
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that Mr. Morse claims an exclusive right to do. He could write
Mr. Morse’s characters precisely as Morse does; and therein
consists the interference.

7. Coming to the question of priority of invention, Morse was
the first man in christendom, so far as we are advised, who con-
ceived the idea of a telegraph by the chemical action of the
electric fluid. In his application he swears that he conceived the
idea in 1832, and the affidavits filed show that he was experi-
menting upon the idea at that time. This was before Davy, Bain,
or any other European inventor, so far as we are informed, had
considered the subject. In 1846, as shown by the affidavit of his
son, he had matured an instrument; in June, 1847, he filed his
caveat, and in January, 1848, applied for a patent. By that time
he was cut out, like all other inventors, from claiming the general
principles of the apparatus by Davy's patent, dated July, 1838,
and enrolled January, 1839, which disclosed the use of several
circuits for marking parallel series of signs or discolorations, and
by Bain's patent of 1843, for copying surfaces by the use of a
single circuit of conductors.

8. Can a foreign inventor go behind his foreign patent to prove
priority of invention? Mr. Bain says he can. The Patent Office
and the Attorney-General say he cannot. It is said that the citizen
and an alien, neither having a patent abroad, stand on the same
footing with respect to application for patent in this country, and
have the same latitude in proving priority of invention. It is
sufficient to say that this is not the state of facts before the court.
In this case the alien has a foreign patent, and the question Is,
Can he go behind that patent. The privilege is claimed for Mr.
Bain for the purpose of putting him on an equality with Mr. Morse.
It is singular that Mr. Bain does not perceive that the privilege
he claims is not allowed to American citizens. If Mr. Morse had
applied for a patent the same day that Mr. Bain did he could not
have obtained one, because Mr. Bain had a patent for the same
thing in England. The Patent Office could not allow him to go
behind Bain's foreign patent to prove priority; yet it is main-
tained that Bain himself is subject to no such limitation. Aliens
are those to be preferred to citizens. It is only when the appli-
cation for a patent has been .made here before the date of the
foreign patent that the citizen is permitted to go behind that patent
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riority of invention.* If Mr. Bain had made an appli-
beﬁ:-re he took out his patent in England, he also could
behmd that patent to prove priority. In point of fact,
'ghr.- law and the decisions of the Patent Office place
er and citizen upon precisely the same footing in these
and the reason Bain cannot go behind his foreign patent
e he made no application for a patent here until after he

f}ommimionerof Patents is arraigned for deciding that in
the American law the specification forms a part of the
atent, and that the date of enrollment, and not the date
is the true date of such a patent. He might have gone
stated that, in the eye of the English law, the specifi-
and parcel of the patent. (Hindmarch on Patents.)
it issued in England is an incomplete instrument until
ation be enrolled; and if it be not completed by enroll-
six months, the inchoate grant becomes absolutely
cifications in England sometimes embrace inventions
zht of when the patent was sealed. It cannot be sup-
an invention so made or incorporated into the English
Id bar an American discoverer whose invention was
to the sealing of the patent, but prior to the invention
. and the sealing of his caveat. Such a state of
uld open the door to great frauds.

‘necessary for Morse to describe fully or at all the chemi-
used by him. Their capacity to make marks by the
ectricity was well known, and is not here claimed. It
ed law that a patentee need not describe in his speci-
gs used by him which are well known, and also that
ion which, instead of desm-:bmg a well-known thing,
dumpur.m given in a prior patent, is good.

owing extracts are taken from the reasons of the Com-
in support of his decision :

ion implied that the invention [regarding the claims
lies as the same] was new, original, useful, and there-
ble. It implied, also, that the materials and mech-
d the modus operandi, as set forth by both parties, were

T, Bartholemew ». Sawyer, 1 Fish., 516, and later cases,
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adequate to the results claimed, and that the specifications
drawings, and models of both parties were in substance sufficien
to enable the undersigned to understand and comprehend the
invention, as well as persons skilled in the particular art to which
it relates.  All these questions were preliminaries to the questiog
of interference, and are not, therefore, in the opinion of the under.
signed, involved in this appeal. The only question involved in
the interference declared to exist between the claims of the two
parties is the priority, according to the patent law of the United
States, of their respective inventions of the matters claimed by
each of them as new and original. * * *

The undersigned has decided that the drawings, models,
and specifications were sufficient in both applications before he
adjudged the interference.

The sufficiency of the models, drawings, and specifications
is a question, so far as it affects the issue of a patent, which is
reserved alone for the Commissioner. He determines it upon
the evidence submitted by the party making the application.
That evidence is the model, drawings, and specifications. The
law has made no provision for trying the question in any other
way. It has made no provision to allow any party or person to
come in and offer testimony to show the insufficiency of the
models, &c., of an applicant for a patent. There is no mode
pointed out by law for trying the question. * * *

It is proper to remark, further, that Bain offered no evidence to
the Commissioner of the insufficiency of Morse’s model, &c. He
merely alleged in argument that they were not sufficient. The
Commissioner, therefore, had no other evidence before him than
the model, &c., and upon that evidence he decided that they
were sufficient. As no question as to the admissibility or inad-
missibility of evidence on this point came before the Commis-
sioner, it is not a proper matter to bring before your honor on
this appeal. (See section 11 of act approved March 3d, 1839.)

The said Bain alleges, as his second reason for the reversal
the decision of the undersigned, that *there is in fact no real and
substantial interference between the two applications.”’

The reply to this reason is substantially set forth above in the
answer by the undersigned to the first reason for the reversal
his decision.
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reply, the undersigned states that, in support of
contained in his second point, the said Bain sup-
vhich the same ends, being attained by different
justify an interference.

that some of the features of Bain's invention differ
in Morse's ; and Bain's claims to these particulars
t of the interference between the two contestants ;
those parts refused.

n before stated, the principal claims in the two
e identical in substance, and it was upon them
nce was declared. Parties, however, may come
et in their claims, though each may use different
) the same ends. Such cases often occur,
 instance, said Bain and Morse both used a chem-
paper upon which to make telegraphic signs, and
em described paper prepared with such chgmicals
ed to use, both differing as to the kind of chemical
and neither laying any special claim to their
for this purpose, but both claiming broadly the
ally-prepared paper for making these marks as
ns,—can it be doubted in such a case that an inter-
that the claims, and in fact the inventions, are
or neither party will limit his invention to the use of a
of paper. Indeed this would be obviously futile.
en, that some of the means may differ, and yet the
 all patentable particulars and claims, be the same.
y should attach any value to the special points of
e should lay separate claims to them. The interfer-
present case was declared only upon those claims
licting, and the parties so notified.

ction by Bain that Morse's invention was impracti-
he did not describe a long telegraphic circuit, or
e earth as a part of the circuit, must be regarded as
inventions for telegraphing by galvanism are of
de upon the supposition of a long circuit, though the
trials may be made through only a few feet of wire.
aphic circuit has no special signification in this case,
party claims a long or a short circuit or using the
of the circuit. The earth has been used as a part
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of the circuit in Morse's telegraph since its first establishmeng,
A single circuit, however, has a special meaning and importance
in both their present inventions. It is plainly demonstrable, i
fact it must necessarily follow, that a plan of operations which
will work successfully in a small room will work equally wel]
upon the most extensive scale, provided the galvanic force be
increased in the proper proportion to the increase of the extent
of the circuit. * * *

The said Bain, as the third ground of appeal from the decis.
ion of the undersigned, alleges *‘that the Commissioner should
have declared the true date of Bain's patent to be the one appear-
ing on its face, to wit, December 12th, 1846, which was before
Morse's application or caveat.”’

In order that your honor may fully understand the nature of
the decision of the undersigned upon this point, and therefore be
better enabled to judge of its correctness, he will proceed briefiy
to state its nature and the grounds on which it was made.

The decision, in short, was, that in cases affecting the rights
of other persons claiming priority or originality of invention, the
true date of the English patent is the day of the enrollment of the
specification, and not the day of the sealing of the patent. The
grounds of the decision are to be found in the following facts and
considerations :

The English patent law provides that the inventor may file in
the appropriate office the title of his invention, describing it briefly,
and have his patent sealed ; he is then allowed four months, if
he does not intend to procure a patent in Scotland, or six months
if he does so intend, to enroll in the appropriate office a full and
complete description of his invention, technically called a specifi-
cation, duly executed under hand and seal, when his right to the
exclusive privilege which the patent secures becomes perfect and
absolute. !

Until this full and complete description or specification 5
enrolled, the public are not advised of the particular nature of the
invention of which he claims to be the author. This information
he is bound to give, by the enrollment of his specification within
the four or six months, as the case may be, or his patent becomes
void.

Until this enrollment of his specification, the patent is an im"




Bain v. Morse. 103

...

The Commissioner's answer.

hoate instrument, liable to be defeated by the non-
within the time specified, of the condition on which it
It is not a perfect, complete, and absolute instru-
s condition is performed. Therefore, until the
enrolled his specification, it may in truth be said,
g his patent has been sealed, that his invention
patented.

1 , are the provisions of the English law with
patenting of inventions. (See Hindmarch on Pat-
, 157, and 158.)

id practice of this country are different. Here it is
the model, drawings, and specification shall be filed,
‘examined, the patent recorded on the records of the
and the specification enrolled on parchment and
 the patent before the instrument is sealed. In short,
red to be a full, complete, and unconditioned instru-
tis delivered to the patentee. His title to his inven-
e the moment his patent is sealed and signed by
officers. Our law knows no such thing as a condi-
nt, liable to be confirmed or defeated by the perform-
n-performance of some proviso or condition expressed
pe implies every requisite which is necessary to make
d unconditional instrument, conveying to the patentee
e title to the invention which it describes.
ecordance with this view of the subject, our law, when
an invention as having been ‘‘patented’’ in this or a
ry, implies that such foreign patent is perfect and
d not one liable to be defeated by the non-perform-
dition expressed in it.
ﬂf the act of July 4th, 1836, makes it the duty of
ioner to grant a patent to the apphcant, provided
has not been ‘‘ patented’' or described in any publi-
or any foreign country. Now, how is it possible for
loner to know what has been patented in a foreign
such foreign patent does not contain a full description
ion) of the thing patented? Suppose, when Mr.
hls application for a patent for his invention, some
rk had contained the general statement that Mr. Bain
patent sealed on a particular day for an electro-chem-
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ical telegraph ; how is the American Commissioner to know from
that general description what that invention of Mr. Bain is apq
whether or not it is the same which is claimed by Morse? Tp,
thing is impossible ; and such impossibility shows conclusively the
correctness of the construction which the undersigned has put op
the word ‘‘patented’’ in our law.

Therefore it cannot be said, in the meaning of the Americay
law, that an invention has been patented in England, or anywhere
else, until every condition necessary to make such patent com.
plete and absolute has been complied with by the patentee ; and,
therefore, the true date of an English patent, when it corhes in
conflict with the rights of the American inventor, must be the day
on which it became a complete, perfect, and unconditional instru.
ment

And this construction finds an analogy in the well-known prin-
ciples of common law relating to the dates of deeds and other
instruments of writing. An instrument in writing under seal does
not become a deed until it is delivered, and the day of its delivery
is its true date. It may even be an impossible date—for instance,
the joth of February; yet if it was in fact executed on the first
day of January, that would be its true date for all legal purposes.

Deeds are also conditional, subject to be confirmed or de-
feated by the performance or non-performance of some stipulated
act between the parties. It may depend also upon some event or
contingency, which may confirm or defeat it. In all which cases
it is an incomplete or imperfect instrument until the performance
of the act or the happening of the event upon which its validity
depends, and then it becomes an absolute and unconditional
instrument, or a nullity.

These views seem so conclusive upon the mind of the under-
signed that he does not deem it necessary to consider the question
further, nor to follow the learned counsel for Mr. Bain thrﬂug_h
the ingenious and elaborate argument which he has presented 1
support of his position, much of which might be very pertinent
were the question pending before an English tribunal, under the
laws of England, but is not pertinent before an American tribu
and under the laws of the United States.

The undersigned respectfully refers your honor to his decisio?
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he precise nature of his adjudication on this point,
in favor of the same,
‘to remark that our law makes provision for ante-

in certain cases; but a patent cannot bear date
on which the application was filed in the Patent

ed deems it proper to notice here an authority
e counsel for Mr. Bain, which he deems con-
 authority is found in an abstract of the English
ared by an English solicitor of patents for the
and published in his annual report to Congress for
The correctness of that abstract is not affirmed
d, nor does he believe that it is a correct state-
ish law. He relies, rather, upon Hindmarch, an
of high repute, before cited, for a correct state-
lish law on this point and its construction by the
of justice.

assigns as his fourth reason why the decision
gned should be reversed ‘‘that the Commissioner
ng Morse to go into proof of his invention prior to
d application, and at the same time refusing to allow
proofof his discovery before the date of the English

LR

ness of the decision of the undersigned to which
is taken depends upon the question whether or
es a distinction between the rights of an Ameri-
and a foreign applicant, as affected by a question
originality. And on this point the undersigned
little, if anything, to the force of the cogent and
pinion of the Attorney-General, to whom the question
; which opinion accompanies the appeal, and to
onor is respectfully referred.
ce to the seventh section of the act of 1836, it will
there are two grounds on which the Commissioner
se a patent to the applicant, viz.: First, if the thing
e patented has first been ““invented or discovered by
I person in this country;'’ and second, if it has been
or described in any printed publication in this or any
ntry.”
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If the thing has been invented by any other person in thig
country, but not described, the Commissioner is bound to refuse
a patent. But he is not bound to refuse a patent if it has beey
invented in some foreign country, but not ** patented or describeq
in some printed publication in this or some foreign country.’’ The
principle that seems to be plainly laid down by our law with
regard to the matter is, that in a contest for priority between twg
persons claiming to have invented the same thing in this country
priority as well as originality must be proven. But in a contest
between a person who has made the invention in this country and
one who has invented the same thing in another country, origi.
nality in the American inventor is sufficient ground for awarding
the patent to him, although the invention of the other may have
in fact been prior in point of time in a foreign country.

This distinction is obvious and palpable, and is intended to
protect the person who invents a thing in this country from being
defeated in his rights by proof of the invention of the same thing
in a foreign country, if such invention has not been patented or
described as our law requires.

The fifteenth section of the act of 1836 recognizes this dis-
tinction in defining the ground and mode of defense in suits for
infringement.

W hen there is no foreign claimant of the same invention, there
can be no doubt as to the right of the American inventor, whether
on an application for a patent or in a suit for infringement. In
the one case the American Commissioner would be bound to grant
the patent to the American inventor, the latter conforming to the
provisions of the law with regard to the mode of making the
application, notwithstanding the thing claimed as new had been
“‘invented and discovered'’ in a foreign country, but had not been
** patented or described in some printed publication in this or some
foreign country.””  And in an action of infringement, the defense
that the thing in dispute had been “‘invented’’ in some foreign
country, but not ** patented or described,” &c., would have to be
ruled out for the same reason. In both instances originality, and
not priority, is a sufficient ground to sustain the claim of the
American inventor,

To make the case more obvious, suppose Morse had made
his application for a patent for his improvement in the telegraph
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applied and before he had actually had his
ed in England.  If Bain's invention had not been
c., the American Commissioner would be bound
t to Morse, although Bain had in fact invented
sfore Morse had invented his. And suppose, fur-
person had infringed Morse’s patent before Bain
his invention in this country, and an action had
by Morse for the recovery of damages for such
‘would it be pretended for a moment that the fact
ntion was prior in point of time to Morse's would
recovery of damages by Morse? The provisions
muon of the act of 1836 precludes such defense

ctrine of the learned counsel for Bain is correct,
srate as a virtual repeal of the fifteenth section, so
to this subject? In all cases where a discovery has
et in a foreign country, and should afterwards be
d patented by some person in this country, all that
the American patent would have to do would be
foreign inventor, procure a patent in his name in
ry, and plead it in bar to the further prosecution of the

roduce it in evidence, and clearly show that the plain-
of action. The American Congress intended no
y when it enacted the provisions of the fifteenth
act of 1836.
Attorney-General, after taking a similar view of the
h tbe undersigned has submitted, very pertinently
‘the American Commissioner cannot be required to
t which the courts of justice in this country would
set aside.
ed counsel for Mr. Bain has, while arguing his fourth
 say with regard to natural right and the rights of

proposed by the undersigned to go into any meta-
ISquisition upon natural rights, nor how much all rights
pend upon positive law.  He would simply remark,
learned counsel, that foreigners have no rights in
ities than that in which they are born, except what
essly conceded to them by the sovereign power of the
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countries to which they may go. They cannot even enter th,
limits of a foreign jurisdiction except by permission, express o
implied, of the sovereign power. They have no legal privileges
in the country to which they go except what are expressly granteqd
to them. And all privileges which they are permitted to enjoy
are granted as matters of favor and not of right. (See Vattel,
chap. 7, sec. g4, and following sections, and chap. 8.) But the
right of the American inventor is recognized by the Constitution,
(See art. 1, sec. 8.)

The right may be extended to the foreigner, and it may be
granted to him conditionally or in a qualified manner, or it may
be absolutely refused; and this upon the general principles of
national law which regulates the comity and courtesies of nations
in their intercourse with each other. And the legislation of Con-
gress has been in accordance with this view of the subject. By
the act of December 21st, 1793, only citizens of the United States
were permitted to take out patents. By the act of April 17th, 1800,
the privilege was extended to aliens having resided two years in
the United States. By the act of July 13th, 1832, the privilege
was extended to aliens resident who had declared their intention
to become citizens. The privilege was further modified with
regard to aliens by the act of July 4th, 1836.

The right of the foreigner to take out a patent in this country
for an invention or discovery made by him is precisely what our
law defines it to be, and no more. Our statutes are construed
according to their true intent and meaning so far as they affect
the rights of foreigners, but they are to have no forced construc-
tion for the benefit of aliens, because the latter have no constitu-
tional rights here further than has been expressly conceded t0
them by the sovereign power of the Union.

Without following the learned counsel of Mr. Bain through
the various steps of his elaborate argument on this point, much of
which is inappropriate and irrelevant, and based upon a false
assumption of facts, the undersigned again respectfully refers your
honor to the able and conclusive opinion of the Attorney-General
herewith submitted, which in his view covers the whole of the
question.

That the Commissioner would be obliged to issue a patent 10
““the inventor,’’ (as is so earnestly insisted upon,) if a foreignen
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on of the American inventor, whose invention was
ht be true il the foreigner had made his invention
rv."" Bain having made his abroad, does not come
view of our statute, even if his invention in point of
o Morse’'s. * * ¥

L;Wllml contends that the undersigned should
_patent to Morse on the ground that his invention
tical utility.” The *‘practical utility” of an
ldom determined at the Patent Office. The term
received from the courts a legal interpretation.
interpretation, it means any degree of utility ;
be more useful than others.

‘‘useful inventions'' in the patent act of the
meant an invention that may be applied to a
society, in contradistinction to an invention
s to public morals, the health, or the good order
diord ». Hunt ef af., 1 Mason, 302; Kneass z.
4 Wash., 9.)

ps that the invention should be of such
as to supersede all other inventions previously in
omplish the same purpose ; (Ibid, 1 Mason, 3oz ;)
, ortant that its practical utility should even be
-e,- law does not look to the degree of utility.

o

in conformity to the spirit of the authorities above
ion of utility, any further than it concerns the
the health, and good order of society, is not one
Iy inquired into by the Commissioner of
rmining the patentability of an invention. Indeed
lt‘ll'mlld be impossible for him to decide whether
ine was practically useful. That, generally, must
by actual experiment, which it would be impossible
issioner of Patents in most cases to make.

the general rule adopted by the Patent Office
to inventions is to decide upon the novelty, priority,
» and leave the question of utility to the public
ts of justice to settle.

tfore remarked, (in answer to Bain's first reason,)
of utility was not raised by the interference. It was
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a point settled by the undersigned before he ascertained that the
claims of the respective parties did interfere. He decided thy,
the inventions of both were useful and patentable before b
declared the interference. In deciding that both claims wep
substantially the same, he decided that both inventions were
useful, and he decided upon similar testimony, viz., the models,
drawings, and deseriptions of the two parties.

He did not, as is alleged, decide expressly that Bain's ip.
vention was useful. The question was never raised. And with
regard to Morse's, he had decided that it was useful before Baip
had contended that it was not.

But it is respectfully submitted that the question of utility
cannot be raised by any second party on the issue of a patent,
The law points out no mode for testing in the Patent Office the
practicability of an invention, except by the examination of the
specifications, drawings, and model. It has provided no way to
take testimony touching that question. In short, prior to the
issue of a patent, it is a question reserved for the Commissioner
alone, to be determined on the case before him. If he doubts, he
may require experiments to satisfy him. If he does not doubt,
nobody else has a right to raise the question nor to contest the
issue of the patent on that ground, and he is bound to grant it.

With these views, hastily put together, the undersigned sub-
mits the various questions raised by the learned counsel of Bain
to the enlightened consideration and decision of your honor.

All which is respectfully submitted.

EpMunDp BURKE,
Commissioner of Patents.

For convenience of reference, the opinion of the Attorney-
General upon the question of law presented in this case is given
in full :

Sik : I have the honor to reply to your letter submitting an
inquiry propounded by the Commissioner of Patents, whether 2
foreign patentee can go behind the date of his foreign patent
prove the actual date of his invention, in order to defeat the right
of an American inventor, there having been no previous descrip”
tion of the invention in any printed publication; or, in othef
words, whether the fact of an invention or discovery abroad:
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t been patented nor described in any printed publi-
ta patent to an original inventor, who has invented
same thing in this country.
o be given to this inquiry depends upon the act
_uiy 4th, 1836, when the patent laws of the United
a revision, and several important provisions
st time introduced.
) section it is enacted “ that any person or persons
ed or invented any new and useful art, machine,
composition of matter, or any new and useful
on any art, machine, manufacture, or mmpumtlun
own or used by others before his or their discovery
of, and not, at the time of his application for a
use or on sale with his consent or allowance as
r discoverer, and shall desire to obtain an exclusive
, may make application in writing to the Com-
Patents, expressing such desire, and the Commis-
';i:roceedings had, may grant a patent therefor."
ion provides that ‘' the applicant shall also make
on that he does verily believe that he is the origi-
entor or discoverer of the art, machine, compo-
ement for which he solicits a patent, and that he
or believe that the same was ever before known
0 of what country he is a citizen."’
law is left substantially as it stood before, and,
ed by any new provisions, would be controlled
udications, founded in a considerable degree upon
become obsolete. But the seventh section intro-
which seems to be decisive of the question under
It declares ** that on the filing of any such appli-
ptmn, and specification, and the payment of the
iter provided, the Commissioner shall make, or cause
an examination of the alleged new invention or dis-
Lif, on any such examination, it shall not appear to
oner that the same had been invented or discovered
person in this country prior to the alleged invention
iereof by the applicant, or that it had been patented
In any printed publication in this or any foreign
d been in public use or on sale, with the applicant’s
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consent or allowance, prior to the application, if the Commissiongs
shall deem it to be sufficiently useful and important, it shall he
his duty to issue a patent therefor.”” The rule here prescribed tg
the Commissioner is afterwards reaffirmed and carried out in the
form of a proviso in the fifteenth section, prescribing a rule of
adjudication, namely: ‘‘ That whenever it shall satisfactorily appear
that the patentee, at the time of making his application, believed
himself to be the first inventor or discoverer of the thing patented,
the same shall not be held to be void on account of the inventiog
or discovery, or any part thereof, having been before known or
used in any foreign country, it not appearing that the same, or
any substantial part thereof, had been before patented or described
in any printed publication.”” While, therefore, the seventh section
declares that a patent shall issue to the inventor (all other con-
ditions being complied with) if the thing proposed to be secured
had not *‘ been invented or discovered by any other person in this
country,”’ the proviso of the fifteenth section enacts that the patent
shall not be held void (all other conditions being complied with)
‘“ on account of the invention or discovery, or any part thereof,
having been before known or used in any foreign country.”’
These provisions introduce an important modification of the
law of patents, designed to protect the American inventor against
the injustice of being thrown out of the fruits of his ingenuity by
the existence of a secret invention or discovery abroad—that isto
say, one not patented, and not described in any printed publica-
tion. It is well known that such secrets of trade exist in greal
numbers, and are designedly withheld from the public ; and when,
therefore, the American inventor has been so fortunate as to invent
or discover the same thing, he is as great a public benefactor &
if the secret did not exist in any foreign country. And it was the
intention of Congress to secure to him his rightful property in the
result, and not permit it to be defeated by the foreign inventof
coming forward afterwards either for a patent or without a patent
There is no more reasonable or just foundation or title of propert¥
than that which has been so imperfectly secured by law in the
products of mind ; and itis to be regarded as the presumed inte™
tion of the legislature effectually to secure it in every case wher®
the reason of the law will apply and the language used will ndrﬂ?‘
of a favorable interpretation. In the present case the intention®
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e explicit and unequivocal, leaving no room
- The proviso, without the aid of the sixth sec-
Jear rule of adjudication, by which the rights of
ained; and it is impossible that an executive
d that as an objection to the grant of a patent
s of law are bound to overrule as unavailable.
efore, which is now presented—that an original
or in this country; who verily believed himself
inventor or discoverer at the time of his appli-
know or believe that his invention or discovery
own or used; and when, in fact, it had not
d or discovered by any other person in this
ad not itself, or any substantial part of it, been
‘or described in any printed publication in any
merican inventor, in such a case, is not entitled
. discovery, because it had been before known
1 country,—is directly opposed to the intent, the
ress words of the act of Congress, and is without

the American inventor is, in contemplation
provisions of the act of Congress, the original
The fact that an invention not patented, and
any printed publication, has been before known
eign country, is rendered immaterial, except so
come to the knowledge of the applicant, and
with the oath or affirmation which he is required
is claims as an original inventor. If he is an
and is in a condition to take the oath or affirma-
then the act removes the supposed objection out
es the Commissioner to issue the patent, the
valid, and establishes the American right, to
[ the foreign discovery, which has not, in either
by the act of Congress, been communicated to

honor to be, very respectfully, sir, your obedient

Isaac Toucey.
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The Commissioner, upon hearing, decided that Mr. Bain'g
claim interfered with Mr. Morse's, and that Mr. Morse wis the
first inventor, and rejected the claim of Mr. Bain. From this
decision Mr. Bain has appealed.

Itis contended by the counsel of Mr. Morse that the judge, upon
appeal, has no jurisdiction of the question of interference ; thatan
appeal is given solely upon the question of priority of invention;
that upon the question of interference the decision of the Com-
missioner is conclusive. Whether it be thus conclusive, then, is
the first question to be decided. '

By the act of 1836, chapter 357, section 7, it is enacted that “if
the specification and claim shall not have been so modified as, in
the opinion of the Commissioner shall entitle the applicant to a
patent, he may, on an appeal and upon request in writing, have
the decision of a board of examiners, to be composed of three, &c.;
and on examination and consideration of the matter by such board,
it shall be in their power, or of a majority of them, to revise the
decision of the Commissioner, either in whole or in part; and
their opinion being certified to the Commissioner, he shall be
governed thereby in the further proceedings to be had on such
application.”’

This section is applicable to cases where there is no conflicting
applicant, and shows that the legislature, by saying *‘if in the
opinion of the Commissioner,”” &c., did not intend to make that
opinion conclusive. On the contrary, it provides ‘‘that the
board shall be furnished with a certificate in writing of the opinion
and decision of the Commissioner, stating the particular grounds
of his objection, and the part or parts of the invention which he
considers as not entitled to be patented ; and that the said board
shall give reasonable notice to the applicant, as well as to the
counsel, of the time and place of their meeting,”’ &c. All these
provisions were evidently intended to enable the board of exam-
iners to revise the opinion and decision of the Commissioner, and
show that his opinion was not to be conclusive.

By the eighth section of the same act (1836) it is enacted
““ That whenever an application shall be made for a patent which,
in the opinion of the Commissioner, might interfere with any
other patent for which an application may be pending, or with
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d patent which shall have been granted, it shall be
the Commissioner to give notice thereof to such appli-
ces, as the case may be; and if either shall be
the decision of the Commissioner on the question
ight or invention on a hearing thereof, he may
h decision on the like terms and conditions as are
the preceding section of this act; and the like pro-
Il be had to determine which, or whether either, of
s is entitled to receive a patent as prayed for."’

ion of priority of right or invention necessarily implies
- The Commissioner, before he could decide the
priority, must have decided that of interference, for
erence there can be no question of priority. Before
isdiction of the question of priority, I must be satis-
is an interference ; and I must decide the question
n, as well as any uther question which arises in the

on of the Commissioner (mentioned in the eighth
interference exists) only justifies him in giving notice
other applicant and appointing a day to hear the
on that question. He decides it onl}' pro hac vice, and
rpose only. Upon the hearing, he is to decide; and
decision, if either shall be dissatisfied with it on the
[ priority, including that of interference, he may appeal ;

‘such appeal, as I understand the law, the judge, in
interference, may ‘‘ determine which, or whether
the applicants is entitled to receive a patent as prayed
scope thus given to the judge is broad enough to
uestion of interference, as well as that of priority, if

of 1839, chapter 88, section 11, it is enacted “ That
here an appeal is now allowed by law from the decision
imissioner of Patents to a board of examiners, provided
* Seventh section of the act to which this is additional,

instead thereof, shall have a right to appeal to the chief
he District Court of the United States for the District
a by giving notice thereof to the Commissioner and
Patent Office, within such time as the Commissioner
it, his reasons of appeal specifically set forth in writing,
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and also paying into the Patent Office, to the credit of the patent
funds, the sum of twenty-five dollars. And it shall be the duty of
the said chief justice, on petition, to hear and determine all such
appeals, and to revise such decisions, in a summary way, upon
the evidence adduced before the Commissioner, at such early
and convenient time as he may appoint, first notifying the Com.
missioner of the time and place of hearing, whose duty it shall be
to give notice thereof to all parties who appear to be interested
therein in such manner as the said judge shall prescribe. The
Commissioner shall also lay before the said judge all the original
papers and evidence in the case, together with the grounds of his
decision, fully set forth in writing, touching all the points involved
by the reasons of appeal ; to which the decision shall be confined.”

One of the reasons of appeal in this case is that there is no real
and substantial interference between the two applications. The
question of interference, therefore, is involved by the reasons of
appeal, and must be decided by the judge. By limiting the
jurisdiction of the judge to the points involved by the reasons of
appeals, the legislature has affirmed it to that extent.

The interference mentioned in the eighth section of the act of
1836 must be an interference in respect to patentable matters;
and the claims of the applicants must be limited to the matters
specifically set forth as their respective inventions ; and what is not
thus claimed may, for the purpose of this preliminary inquiry, be
considered as disclaimed.

The question, then, is, Does Mr. Bain claim a patent for any
matter now patentable for which Mr. Morse claims a patent? To
answer this question it is necessary to ascertain for what patent-
able matter Mr. Morse now claims a patent. In his specification
filed January 2oth, 1848, he says:

““What I claim as my own invention and improvement is the
use of a single circuit of conductors for the marking of my tele-
graphic signs, already patented, for numerals, letters, words, and
sentences, by means of the decomposing, coloring, or bleaching
effects of electricity acting upon any known salts that leave #
mark, as the result of the said decomposition, upon paper, cloth.
metal, or other convenient and known markable material. I als®
claim the invention of the machinery, as herein described, for the
purpose of applying the decomposing, coloring, or bleaching
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jcity acting upon known salts, as hereinbefore

joner in his written decision in this case says:

a single circuit’’ [4 ., to produce marks upon
ared paper] '‘is not the. point at issue ; nor is this
r party. Said Morse claims using a single circuit
for a certain purpose or in a certain way, viz., to
aphic signs, and also claims the machinery by
complishes this purpose. Said Bain does not specific-
in his claim using a single circuit, though this must
an essential part of his invention and claim, and
volved in the final clause of his claim, to wit:
ther case these form the received communication,
in the manner and with the effects described and

missioner proceeds:

rd clause of the claim of said Bain, with which the
said Morse interfere, is as follows, to wit:

. The application of any suitable chemically-prepared
regard to the chemical ingredients used for such a
receive and record signs forming such communica-
h signs being made by the pulsations of an electric cur-
nts transmitted from a distant station, said current
irectly and without the intervention of any secondary
chanical contrivance, through a suitable metal-mark-
is in continuous contact with the receiving paper,
king marks thereon, which marks correspond with
orations in the paper composing the transmitted
or may be given by the pulsations from the spring
46 ; so that in either case these form the received
ation, substantially in the manner and with the effects
shown, including any merely practical variations,
S, and equivalents in the means employed and the effects
.ﬁmby LI 2 ]

missioner in his written decision says :

ven’nm it will be seen by reference to the specifica-
~ parties respectively, does not consist in the use of
current to make marks upon chemically- prepared
making marks through a single line of conductors;
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nor could a claim to either of these devices have been entertained
as patentable, as they have been long known."'

Again, it is said by the counsel of Mr. Morse :

“It is admitted that neither could patent the battery, the
circuit, the prepared paper, or the marking by the electro.
chemical process. It was only a new combination of the several
parts, so as to produce a new result, or an old result in a better
manner, that either could patent.

Again, the Commissioner in his ‘' reasons of decision ” says:

“It is true, as Mr. Bain asserts, that no one can monopolize
the use of air, fire, or water, but it is equally true that any one can
monopolize the use of air, fire, or water upon certain principles
of operation which he may have invented or discovered; and
this is precisely what the respective claimants inh this case
demanded as their right, and which gave rise to the interference,
viz., each claimed the right to use, and exclude others from
using, galvanic power to mark certain signs [which signs have
already been patented by said Morse] upon chemically- prepared
paper through a single circuit of conductors.

““A single circuit of conductors consisting either wholly of wire,
or in part of wire and part of earth, for telegraphic purposes was
not new. '

‘‘The signs or signals to be marked were not new, the same
having been before patented by said Morse; and chemically-
prepared paper for receiving telegraphic signs by galvanism was
not new, the same having been patented in England in 1836 by
Mr. E. Davy (7719 of 1836). Moreover, the use of a single
telegraphic circuit for making the aforesaid signs upon paper
was not new, the same having been before patented by said
Morse.

‘‘Neither party claimed any one or any two of the above
elemental features. The invention of each was made up of
the three combined, and the advantages claimed to have been
discovered by each in these combined operations were identical.”

There is nothing, then, now patentable in the Morse claim,
left to be interfered with, except his claim of a patent for his
invention of the machinery described in his specification of
for his combination of machinery and materials as described
therein. The claim of each applicant, therefore, is reduced 10
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the combination of machinery and materials which
d, and does not include any of the matters claimed
tion which are not now patentable.
1binations seem to me to be far from identical. Mr.
in his combination the use of the perforated paper
the communication and of the style which passes
c current through the perforator and the machinery for
' the same communication to several different places
ime. It is said that the style is not new ; but he makes
t in his combination—and in that respect his com-
rs from that of Mr. Morse, and it is a very important
tion with the perforated paper. He includes in his
new patentable matter with old matter not patentable,
‘makes a new patentable combination. This new matter
ced into the combination is admitted to be patentable
fithout combination with the old unpatentable matter,
1, it seems to be a great improvement in the trans-
telegraphic information. But it is said that Mr. Bain
horized to obtain a separate patent for these inventions,
claim a patent for his new combination of the old and
. If, however, his new combination of old materials
2, which must be admitted, or it would not interfere
s claim, it seems to be not the less patentable
includes the new matter in connection with the old.
atter may not in itself be patentable, but joined to
ter a combination may be formed which may be
‘He is not obliged to take separate patents for each
ble matter. He does not now ask for them. He may
ask only for a limited use of those new matters, to wit,
on, and not for an exclusive use of them for every
to which they may be applicable. Mr. Godson (Godson
5, P 63) says :
bination of old materials, when in consequence thereot
ct is produced, may be the subject of a patent. This
consist either in the production of a new article, or in
old one in a better manner or at a cheaper rate. This
re may be made of different substances mingled to-
of different machines formed into one, or of the arrange-
O ‘many old combinations. [Each distinct part of the

i
T
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manufacture may have been in common use, and every principle
upon which it is founded may have been long known, and yet
the manufacture may be the proper subject for a patent. Itis not
for those parts and principles, but for the new and useful com-
pound or thing thus produced by combination, that the grant is
made., Itis for combining and using things before known with
something then invented, so as to produce an effect which was
never before attained.”

The counsel for Mr. Morse in argument said : ** It is obvious,
and is admitted by our adversaries, that Morse's instrument is a
very different thing in form and structure from Bain's.”' But
form and structure are very important matters in machinery ; and
if they enable the operator to do the work in a better manner,
or with more ease or less expense, or in less time, it is no interfer-
ence, but it is an improvement for which the inventor may have
a patent.

When the application is for a patent for a combination of
machinery and materials, form and structure become substance.
They are the essence of the invention ; and an admission that
Morse's instrument is a very different thing in its form and struc-
ture from Bain's, is an admission of a fact which is prima-facie
evidence, at least, that there is no interference between the two,
and throws the burden of proof upon the other side. There was
no evidence laid before the Commissioner of Patents upon the
question of interference ; so that he must have adjudged the inter-
ference upon a comparison of the two specifications, possibly
without considering that the only patent either could obtain would
be a patent for his own combination—all the materials of which
Mr. Morse’'s combination consists being old and not now patent-
able.

The question is not now whether the claims of Mr. Bain and
Mr. Morse interfere as to matter not now patentable, but whether
they interfere as to matter now patentable ; and the only matter
now patentable in Mr. Morse's specification is his own combina-
tion of machinery and materials. That combination constitutes
his machine, and his machine is admitted to be a very different
thing in its form and structure from Mr. Bain's. Form and
structure constitute the identity of machinery. The combination
consists in form and structure, and the patent, if issued, will, 1
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e issued for the form and structure of the instrument.
i ittd that t-he fnrm H-'ﬂd structure Of Mr- Bﬂin'S
is very different from Morse’s, there can be no inter-
‘that respect. And if form and structure constitute the
" machinery, there is no interference in the two instru-
if the instruments are the combinations, or the result
nations, for which patents are now claimed, there is
nce in the two instruments in regard to any matter

not necessary to rely alone upon the admission of Mr.
nsel to show that there is a great difference between
es used by the contending applicants to effect the
, the rapid transmission of intelligence by the power
ic current. Any one who will compare the two speci-
and drawings and models will at once perceive that

table improvement is not an interference. The Com-
‘in his written decision says: ““It appears from the
the Office that the application by said Alexander Bain,
‘Great Britain, was made April 18th, 1848; and upon
on of his claim it was found that the before-mentioned
d be admitted to patent, no invention of a like character
in the public records of the Office nor in any printed
Prior, however, to the final issue of the case, the
hives were consulted, and it was found that an appli-
d by Samuel F. B. Morse January 20th, 1848, had been
posited, in compliance with provisions of the law, which
claims conflicting with those before mentioned set up
in.”* This shows that but for the supposed interfering
orse Mr. Bain was entitled to his patent; and if there
ence in respect to patentable matter, he is still entitled
t for his own combination.

counsel for Mr. Morse say: ‘' There is an interference in
$ third claim palpably covers the whole of Mr. Morse's
0, and, if granted, Bain could do all that Morse claims an
right to do. He could write Morse's characters pre-
orse does; and that therein consists the interference."’
€ only matter now patentable and claimed in Mr. Morse’s
tion is his peculiar combination of materials and ma-
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chinery as therein described. All the materials used in the com.
bination are old, and he will not under his patent be entitled to
the exelusive use of any of them separately, or in any other com.
bination than that which he has described in his specification,
There cannot be a patent for a principle, nor for the application
of a principle, nor for an effect. Two persons may use the same
principle, and produce the same effect by different means, without
interference or infringement, and each would be entitled to a
patent for his own invention. (Godson, pp. 63, 68, 747) So in
the present case, although the power used by both applicants is
the same, and the subject the same, yet, as the effect is produced
by means which appear to me so different as to prevent an inter-
ference, the question of priority of invention does not arise. Itis
not, therefore, a case under the eighth section of the act of 1836,
but under the seventh section of the same act ; so that each of the
applicants may have a patent for the combination which he has
invented and claimed and described in his specification, provided
he shall have complied with all the requisites of the law to entitle
him to a patent.

If this were a doubtful question I should think it my duty to
render the same judgment, so as to give Mr. Bain the same right
to have the validity of his patent tested by the ordinary tribunals
of the country which Mr. Morse would enjoy as to his patent,
and, finally, to obtain the judgment of the Supreme Court of the
United States upon it. For if the Commissioner and the judges
should reject Mr. Bain's application for a patent, the decision
would be final and conclusive against him unless he could obtain
relief by a bill in equity under the tenth section of the act of 1836
and the tenth section of the act of 1839, which it is said is doubtful.

I am therefore of opinion, and so decide, that there is no inter-
ference in relation to any matter (contained in their respective
specifications) now patentable, and therefore that Samuel F. B.
Morse is entitled to a patent for the combination which he has
invented, claimed, and described in his specification, drawings,
and model, and that Alexander Bain is entitled to a patent for
the combination which he has invented, claimed, and described in
his specification, drawing, and model, provided they shall respect-
ively have complied with all the requisites of the law to entitle
them to their respective patents. [ deem it unnecessary, there-




Opinion of the court.

pon any other points involved by the reasons of

. for Bain.

lall and Alexander H. Lawrence, for Morse.

, WinsLow. APPEAL FROM REFUSAL TO GRANT
PATENT.

voae.—By the eleventh section of the act of 1839, in ease of an
the decision of the Commissioner rejecting an application for
 revision of the judge is confined to *the points invelved in
of appeal " filed in the office.

INITE REABONS OF APPEAL.—Where an application is rejected
novelty, assignments of error that the * decision was in oppo-
L clear apprehension of the merits of the case,” and * incon-
h the precedents,” are too vague and indefinite.

E MERIT IMMATERIAL—OPINIONS OF EXPERTS.—The opinion of ex-
ating the practical merits of the applicant's machine as com-
:ﬂ:.u reference cited does not affect the question of novelty.

gaxcu, Ch. J., District of Columbia, March, 1850.)

il from the decision of the Commissioner of Patents reject-
application of Lieutenant J. A. Winslow for an alleged
‘ment in marine camels.

t in his specification, after describing his camel,
s a “camel steam tug,"’ says, ‘‘claims to a patent''—
For the peculiar model in which two camels are con-
her, described as above, and intended for transport-
&c.

pLy. For the application, in combination, of letting
the camels for sinking the machine and submerging
lers when there is no ship on the ways, which, for
ch ballast, would interrupt the means of locomotion.
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