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Syllnbus,

mysell bound by it if I thought this to be a case of doubt, which
I do not.

Every patent is a monopoly ; and nothing can justify it but the
natural right of property which 4 man has in the products of his
own labor and ingenuity. With this exception, it is in derogation
of common right, and it should be strictly confined to the case
excepted.

Upon the whole, therefore, 1 am of opinion, and so decide,
that the decision of the Commissioner of Patents that the appli-
cant, John F. Kemper, was not entitled to receive a patent for
the manner of stowing ice by placing the blocks edgewise was
correct, and the same is hereby confirmed.

Thes. P. foues, for appellant.

FExaminer Chas. Keller, for Commissioner.

GEORGE HEATH, APPELLANT,
v,
GEoRGE W. HILDRETH, APPELLEE. INTERFERENCE.

Prior 1SvERTION—ACT OF | B36—NEED NOT HE REDUCED TO PRACTICE.—The sixth
section of the act of 1793, in enumerating the defenses to a patent. ex-
pressly specified that the prior invention must have “ been in use.” Under
the corresponding section (section 15) of the act of 1836, from which these
waords are carefully excluded, the defense * that the patentee was not the
original and first inventor or discoverer of the thing patented ™ is complete
without showing that the first inventor had put his invention into prac-
tice.

REBUCTION TO PRACTICE—XNOT REQUIRED BY LAW TO OWTAIN A PATEST.—Noone of
the patent lnws have ever required that the invention ghould be in use or
reduced to practice before the issuing of the patent otherwise than by a
maodel, drawings, and specification containing a written description of the
invention.

ISTERFERENCES—NOT GOVERNED BY RULINGH IN INFRINGEMENT sUITS.—The doc-
trines as laid down by the courts in infringement suits in considering
whether patents already granted are invalidated by prior use, are whoelly
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 to the determination of interference controversies in the Pat-
here the only question is whether the Commissioner shall issue
. When a patent is thus issued, its validity is still an open
‘the eonrts, and one which can be conclusively settled by the

— URITED STATES AND ENOLISH LAW CONTRASTED.—Ag distin-
the English Inw—that if the thing is in use before the issuing
§  the patent is void—our law (section 7, act of 1839) provides
;P of the thing, even by leave of the inventor, for two years
his application for a patent, shall not invalidate it; a fortiori, the
i third person or subsequent inventor after the first inventor,
the issuing of the patent to the first inventor, without his con-
| be a bar to such patent.
EE TO A PATENT ARE ALL SFECIFIED IK SECTION 7 OF ACT OF 1836, —
nth section of the act of 1836 the Commissioner is bound to
upon the compliance on the part of the applicunt with the
there pamed, and upon the appearance of certain facts; and the
n of the invention to practice is not named as one of these con-

T—MUAT BE PRIOR TO INVENTION, NOT APPLICATION —Ii is evident
v comparison of the seventh section of the act of 1836 with the sixth,
and fifteenth sections that the patent which would bar the issuing
L to the applicant must be a patent issued prior to his invention,
ot merely prior to his application.
PRACTICE BY BECOND INVENTOR IMMATERIAL.—There being no
‘requires the inventor to put his invention into practice or use
‘obtaining his patent, it is immaterial to him whether the second
has put it in practice or not. That fact cannot affect his rights
volved in interference with a patentee under the eighth section of
of 1836. Neither that section nor any other section of that or any
r act makes the right of the patentee or of the applicant depend upon
ct of the invention being reduced 1o actual practice, except in the
the alien patentee.
TION (ADANDONED EXPERIMENTY) NOT PATENTABLE.—IT the in-
i be the mere speculation of a philosopher or a mechanician in his
he takes no steps towards obtaining a patent, but keeps his
secret, and another person who is also an original but subse-
inventor of the same thing obtains a patent for it and brings it into
Jl}ﬂ been held, both in England and in this country, that the pat-
i i suit at law is to be considered as the first inventor.
TION OF ACT OF 1836—REABONABLE DILIGENOE IN ADAPTING AND
iNG.—But the doctrine that when two men independently, discover
® thing, the one who first communicates it to the public (by reduc-
‘practice and using) is deemed the first inventor and entitled to a
i8 not supported to that extent by the cases cited, and would be
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unjust if it were, as it makes no exception of the dona-fide inventor who is
“ waing reasonable diligence in adapting and perfecting”” his invention, whose
right is saved by the spirit if not by the letter of the fifteenth section of
the act of 1836,

REDUCTION TO PRACTICE NOT BRINGING INTO USE—COMPLETION OF THE INVEX-
T1o8.—The expression “ reduced to practice” does not import the bringing
the invention into actual use. When applied to an invention, it generally
means the reducing it into such form that it may be used so0 as not to be
a mere theory. A small model, demonstrating the practicability of the
invention, is a sufficient reduction to practice, Size is of no importance.

CAVEAT—X0T NECESSARY TO PRESERVE RIGHT TO PATENT.—An inventor iz not
required by the twelfth section of the law of 18340 to file a eaveat to pre-
serve his right to a patent, That section was introduced for the benefit
of the inventor, but was not necesaary to the preservation of his right. It
only enables him to have notice of any interfering application.

DELAY IN APPLICATION UNIMPORTANT—ABANDONMENT.—The statute does not
limit any time within which an inventor must apply for a patent, nor does
it declare a forfeiture by reason of any delay. The delay, therefore, seems
unimportant, unless it amounts to evidence of abandonment of the claim.
Delay is not one of the specified grounds upon which the Commissioner is
authorized by the seventh section of the act of 1836 to refuse a patent.

DELAY—quEsTION FOR JURY.—Semble, that a matter of defense—such as delay
in filing an application for a patent—which it is the pecnliar provinee of
the jury to decide, and which is not by the geventh section of the act of
1836 made a ground for the refuzal of a patent by the Commisgioner, shonll
be left by him to be decided by the jury in a subsequent acfion af lawe.

(Before Craxen, Ch, J., District of Columbia, October, 1841.)

STATEMENT OF THE CASE.

This was an interference between the applicnt'inu of Heath,
filed April 2gth, 1840, and the patent to Hildreth, granted March
2gth, 1840. The Commissioner of Patents awarded priority to
the applicant Heath, upon the ground that he was the first to
conceive of the invention and make an illustrative drawing and
model, although it appeared that he had never put the invention
into actual use. It was contended on the one hand, following
the spirit of the decisions under the law of 1793, that an inven-
tion does not exist in a patentable sense until it has been reduced
to practice, and on the other hand, that an invention is com-
pleted for the purposes of obtaining a patent when it has been
fairly disclosed in a drawing and model. The middle ground,
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judge Story in the case of Reed 2. Cutter, 1 Story,
d upon the language of the fifteenth section of the law
prior conception to defeat a prior reduction to
t be coupled with reasonable diligence in adapting
ing the invention, has largely controlled the subse-
tice of the Office in interference controversies; but the
e is interesting as marking the beginning of a contro-
ch has not yet been definitely resolved by the decision
‘a case presenting the question in the exact form in

es in the Patent Office.  The argument of the Com-
upon this point, as presented in his answer to the
f appeal, is given in full.

Jones, for Hildreth.
e applicant cannot prevail against the patentee in this
vithout establishing facts which would constitute a valid
under the law in a suit brought for infringement of Hil-
atent.
- the sixth section of the law of 1793 it was provided that
tion for an infringement of a patent right the defendant
how in defense that the thing secured by the patent was
riginally discovered by the patentee, but had been in use or
described in some public work anterior to the supposed
of the patentee, or that he had surreptitiously obtained
for the discovery of another person. Under this sec-
first inventor who has put the invention in practice, and
is entitled to a patent. The intent of the statute is to
against defeating patents by the setting up of a prior
n which has never been reduced to practice. If it were
speculation of a philosopher or a mechanician, which
been tried by the test of experience, and never put
al operation by him, the law would not deprive a sub-
Nt inventor, who had employed his labor and talents in
“into practice, of the reward due to his ingenuity and
. (Bedford @. Hunt, 1 Mason, 305; Evans 2. Eaton,
lon, 454 ; Fessenden's Law of Patents, 5q.)
he act of 1836 does not change the law as interpreted in
s referred to.  Sections six and fifteen of this act are the
sections one and six of the law of 1793, so far as they are
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material to the present inquiry. The addition of the words * first
inventor '’ in section fifteen does not at all change the law with
respect to this case. There can be no dispute that the first
inventor, and no one else, is entitled to a patent either under the
act of 1793 or 1836; and this question is to be settled by the
same considerations and reasoning used to determine the points
raised in the case of Bedford ». Hunt under the act of 1793.

4. The making of a model is not reducing an invention to
practice. It is a mere outward exhibition to the eye of the dis-
covery of the mind; and although it may have been perfectly
capable of being reduced to practice, yet, if it was not, the dis-
covery was no less a “*speculation’’ than if it had been exhibited
or described in some other way, as by a written description or a
drawing.

5. If it be contended that the model exhibited Heath's inven-
tion in a practical shape, the evidence is that he did not so regard
it, for he did nothing with the invention uatil apprised of the suc-
cess attending Hildreth's use of the same.

6. The foregoing reasoning is confirmed by the provisions of
the twelfth section of the act of 1836 respecting the filing of
caveats. If a person having conceived the idea of an invention
is secure as against others under the general provisions of the
act without reducing that invention to practice and obtaining a
patent, where is the necessity for this section providing a way in
which he may secure himself while he is perfecting his invention ?

7. If a person may neglect his discovery for five vears, as in
this case, without presenting it, he may neglect it for fifteen, and
so on, without limit. It may be urged that Hildreth surrepti-
tiously obtained a patent for this gate while Heath was using
reasonable diligence in adapting and perfecting the same. There
is nothing in the testimony to warrant this conclusion, and it is
not to be presumed.

The Commiissioner,

It is admitted by both parties that the inventions are substan-
tially the same, and it is not claimed by Hildreth that the invention
ultimately perfected and presented at the Patent Office is any
other than the one to which the witnesses on the part of Heath
testify to having seen in the possession of said Heath as early as
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or summer of 1836. On the other hand, it does not
at Hildreth invented said gate or had any knowledge of
summer of 1838. It is therefore perfectly apparent
sﬂﬁmony (and is not seriously controverted by Hil-
h had conceived the idea of the gate in question
acted one in miniature, to wit, a model, long before
ns of the same entered the mind of Hildreth, which
ainly seem to settle the question of priority of invention,
nly does settle it, unless the courts have given a con-
r signification to the word *“invention'’ very different
‘ordinarily attributed to it.

sre are two points upon which Hildreth relies, to wit :

. He claims that Heath has forfeited his right by neglect-
t into actual use.”’

. That the evidence is that Heath had abandoned

B: ﬁmt point, the statute in so ‘many words gives the
‘‘original and first inventor,”’ and nowhere requires
o be reduced to practice or put into use—a condition
ant to have been omitted, if it were really a prerequisite.
ver, among the circumstances which are enumerated
ting a patent already obtained, is proof that the same
described in some public work,"’ &c., which is sufficient
proving ‘‘putting into use.”’ It certainly would be
ous under our statute to require an applicant who had
- steamship to build one of full size, and put it into
1, before a patent could issue or his right be protected.
2 d’ practice, the great mass of patents daily granted are
n models of what has never been reduced to practice
r sense than the invention of Heath was so reduced.
requires as necessary to the grant of a patent that the
" &c., should be of something ‘‘ not known or used
&c., which renders previous knowledge without use
to invalidate a patent, and destroys the ground upon
ildreth rests his claim.
not to be taken as granted that the courts, in the
e statute, have decided that reduction to practice is
to preserve the rights of the party ; and it is incumbent
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on Hildreth to show such decisions, if they exist. The cases of
Bedford and Hunt and Evans and Eaton, quoted by him, do not
establish the doctrine contended for. In those cases the question
was whether prior use was sufficient to invalidate a subsequent
patent; and the court very properly decided that it was, and a
verdict was rendered for the defendant. But the question, what
would amount to a prior invention, or whether a prior invention
not put in actual use would have invalidated the patent, was no
part of the case; and what is said by the court beyond the limits
of the case is a mere dictum, and not authority.

But, giving the language of the court its full force, taken in
connection with the other parts of the case, it amounts simply to
this: *‘ that the mere speculations of a philosopher or a mechani-
cian'' would not defeat an inventor. And surely it never can be
successfully contended that inventing a machine and building it
on a small scale, making drawings of it, and describing it in the
form of a caveat, and making oath to the invention of the same,
‘‘are mere speculations.”’ If the court had used the language
‘‘mere speculations,’”” &c., without adding anything about putting
‘‘into practice,”’ this passage would never have been quoted by
the appellant. But does adding the expressions ‘' never put into
actual operation,”" ‘“‘never tried by the test of experience,’’
change the force of the language? Not in the least. It is still a
‘“mere speculation,’’ not a model, drawing, and specification. If
the court had said ‘‘inventing a machine and making a model,
drawings, and specifications of the same, without putting the
machine into actual operation, will not defeat an inventor,”’ the
dictum would have been in point; and unless the language of the
court will bear this construction, (which it clearly will not,) it is
not in point, and makes nothing for the claim of the appellant.
It is submitted, therefore, that the appellant has wholly failed to
show that reduction to practice is a prerequisite to the grant of a
patent, but that the provisions of the statute may be fully com-
plied with without putting the invention into actual use.

CraNcH, ]J.

On the 29th of April, 1840, George Heath filed in the Patent
Office his application for a patent for his invention of an improved
canal lock-gate,
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issioner, being of opinion that the patent thus ap-
would interfere with an unexpired patent granted to
Hildreth on the 1gth of March, 1840, gave notice
the parties, and, upon a hearing before him, decided
Heath was the original and first inventor, and enti-
patent therefor.
s decision Mr. Hildreth has appealed ; and the ques-
 submitted to me by the parties, upon written argu-

missioner has furnished a certificate in writing of his
decision ; and Mr. Hildreth has filed his reasons of
 the written argument of his counsel.

s for appeal thus filed are eight in number, but may
-tu three—

¢ Mr. Heath was not the first inventor, in the mean-
patent law, inasmuch as his invention was never re-
ice, but was the mere speculation of a philosopher

cause he never filed a caveat pursuant to the twelfth sec-
he act of July gth, 1836.

ause he has forfeited his claim to the invention by his
1 applying for a patent.

pon the first point the very ingenious argument of Mr.
h's counsel is founded upon a dictum of Mr. Justice Story
e of Bedford ». Hunt ¢ a/. (1 Mason, 304), that ‘‘the
tor who has put the invention in practice, and he only,
to a patent,” and that dictum was, perhaps, founded
words in the sixth section of the act of February 21st,
s “or that the thing thus secured by patent was not
y discovered by the patentee, but had been in use, or had
bed in some public work, anterior to the supposed
by the patentee,’’ &c., from which an inference seems
wn that the defense—that the matter was not originally
by the patentee—would not avail the defendant unless
ould show also that it had been in use by the prior discov-
\,ﬁntthe words ‘‘but had been in use’’ seem to have been
excluded from the fifteenth section of the act of 1836,
ke the sixth section of the act of 1793, states the matters
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which may be given in evidence under the general issues in an
action for infringing the plaintiff's patent.

By thus excluding those words the defense—**that the patentee
was not the original and first inventor or discoverer of the thing
patented ''—is complete without showing that the first inventor
had put his invention in practice.

None of the patent laws have ever required that the invention
should be in use or reduced to actual practice before the issuing
of the patent, otherwise than by a model, drawings, and a speci-
fication containing a written description of the invention and of
the manner of making, constructing, and using the same in such
full, clear, and exact terms as to enable any person skilled in the
art to which it appertains to make, construct, and use the same.
In England it is understood that if the thing is in use before the
lsaumg of the patent it is void; and our act of March 3d, 1839,
section 7, in order to meet such an objection, provides that the
use of the thing, even by leave of the inventor, for two years
before his application for a patent, shall not invalidate it; a_fortiors,
the use of it by a third person, or a subsequent inventor, after the
first invention and before the issuing of the patent to the first
inventor, and without his consent, will not, under our patent
laws, be a bar to the issuing of it. Mr. Justice Story, in the case
of Bedford ». Hunt, was not considering the question whether
the patent should be issued, but whether it should be invalidated
by prior use. He has not said that under any circumstances an
invention must be in use before a patent for it can be obtained ;
and his dicfum is wholly inapplicable to the question whether the
Commissioner of Patents should issue a patent. If a patent
should be issued to Mr. Heath, its validity would be still a
question open to the courts, and is one which can be conclu-
sively settled by the courts only.

By the seventh section of the act of 1836, the Commissioner is
bound to issue a patent in the case and under the circumstances
there stated. He has in such a case no discretion ; and the pres-
ent is such a case.

By that section it is enacted ‘‘that on the filing of any such
application, description, and specification, and the payment of
the duty hereinafter provided, the Commissioner shall make or
cause to be made an examination of the alleged new invention or
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and if on such examination it shall not appear to the
r that the same had been invented or discovered by
son in this country prior to the alleged invention or
ereof by the applicant, or that it had been patented
in any printed publication in this or any foreign
r had been in public use or on sale, with the applicant's
- allowance, prior to the application—if the Commissioner
it sufficiently useful and important, it shall be his duty
patent therefor."’
s by the proceedings before the Commissioner that
regularly filed his application, description, and speci-
paid the duty; that the Commissioner made the
and that upon such examination it did not appear
that the same had been invented or discovered by any
on, or had been patented or described in any printed
in this or any foreign country prior to the alleged
n or discovery thereof by the applicant, or that it had
public use or on sale, with the applicant’s consent or
e, prior to his application.

view it may seem doubtful, from the words of that sec-
er a patent issued to the second inventor before the
of the first inventor would not be a bar to the issuing
sequent patent to the first inventor. But upon comparing
s of that section with those of the sixth, eighth, and
sections of the same act, it is evident that the patent,
uld bar the issuing of a patent to the applicant, must be
M prior to his invention, and not merely prior to his
complied with all the requisites of the seventh section,
to prevent the applicant from obtaining his patent? It
‘that he was not the first inventor because he had not
his invention to practice. But that objection is answered
g that there is no law which requires an inventor to put
vention in practice or use before obtaining his patent; and
lectly immaterial to him whether the subsequent inventor
it in practice or not. That fact cannot affect the right
inventor. If Congress had intended that a patent
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to the second inventor should be a bar to a patent to the first
inventor, they would not have given jurisdiction to the Commis-
sioner to decide the question of priority between them, and to
grant a patent to the first inventor in cases of interference, as
they have done by the eighth section of the act.

Neither that section nor any other section of that or any other
act makes the right of the patentee or of the applicant depend
upon the fact of the invention being reduced to actual practice,
except in the case of an alien patentee failing and neglecting,
“‘for the space of eighteen months from the date of the patent,
to put and continue on sale to the public, on reasonable terms,
the invention or discovery for which the patent issued.”” From
this exception an inference may be drawn that a citizen patentee
cannot lose his right by non-muser, unless it amount to evidence
of an abandonment of the patent; and the question of abandon-
ment of a patent is a question for the jury in a trial at law.

If the invention be the mere speculation of a philosopher or
mechanician in his closet, and he takes no steps toward obtain-
ing a patent, but keeps his invention secret, and another person,
who is also an original but subsequent inventor of the same thing,
obtains a patent for it and brings it into use, it has been held, both
in England and in this country, that the patentee in a suit at law
is to be considered as the first inventor. But it has happened in
such case, as in many others, that elementary writers and subse-
quent tribunals have laid down the doctrine in broader terms
than the cases upon which it was founded will warrant.

Thus Smith, in his Epitome of the Patent Laws (p. 11), says:
** It sometimes happens that two men severally discover the same
thing, each by his own unassisted exertions : when this happens,
the first who communicates it to the public is deemed the first
inventor and entitled to the patent.”” And he cites Boulton .
Bull, 2 H. BlL, 487; Forsyth ». Riviere, Chitty's Prerog. of the
Crown, 1322 ; Lewis ». Marling, 10 B. & C., 22;: Wood v. Zim-
mer, Holt N. P. C.,, 98; Edgeberry z. Stephens, 2 Salk., 447.

And Mr. Justice Story, in the case before cited, says: ‘‘The
first inventor who has put the invention in practice, and he only,
is entitled to a patent.”’

The doctrine thus broadly laid down is not supported to that
extent by the cases cited, and it would be unjust if it were, for it
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xception of the dona-fide first inventor who is ‘‘using
_diligenoe in adapting and perfecting’’ his invention,
e right is saved by the spirit, if not by the letter, of the
on of the act of 1836, which makes it a good defense
for infringing the patent that the plaintiff had ‘‘un-
d the patent for that which was, in fact, invented or
by another, who was using reasonable diligence in
nd perfecting the same.”’
‘case had been presented to the mind of Mr. Justice
e can hardly be a doubt that he would have excepted
broad terms of the doctrine as laid down by him in
of Bedford . Hunt.

m the evidence and admissions of counsel, was the
Heath. He was using reasonable diligence in adapt-
erfecting his invention; and it appears by testimony

' Mr. Hildreth that in the winter of 1839, before he
is patent, Mr. Heath exhibited to the witness Alfred
o> had in his possession a model of Mr. Hildreth's
his (the said George Heath's) model of his gate, and
be the inventor thereof. It is probable, therefore, that
th had notice of Mr. Heath’s claim before he obtained

rine as stated by Mr. Smith and by Mr. Justice Story
ve originated in Dolland’s case, cited by Buller, |.,
‘of Boulton ». Bull.
d had a patent for an improvement in making nbject-
r telescopes. It was objected that he was not the in-
‘but that Doctor Hall had made the same discovery be-
m. But it was holden that as Doctor Hall had confined
duet, and the public were not made acquainted with it,
id was to be considered as the inventor.”
ise of Dolland is not reported ; and all that we know of
‘was said by Buller, J., in the case of Boulton v. Bull, 2
464 ; and upon that foundation is probably built the
ine that the first of two original inventors who com-
s the invention to the public is entitled to the patent,
‘the other invented the thing first.
en simultaneous inventors this may be just, because
" can claim the priority ; but it cannot be just that the
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prior inventor, who is maturing his invention and preparing to
make application for a patent in a reasonable time, should be
defeated by a subsequent inventor who first obtains a patent.
This is not the doctrine of Dolland's case, which was only that
an inventor who confines his invention to his closet, and does not
communicate it to the public, and takes no steps toward obtain-
ing a patent until a subsequent original inventor has obtained his
patent, thereby forfeits and abandons his claim to priority of
invention. But the question of forfeiture or abandonment is for
the jury upon a trial at law. The first inventor is prima facie
entitled to a patent, and the Commissioner, as before observed,
is bound to issue it under the seventh section of the act of 1836,
if certain facts should not appear to the Commissioner, as therein
specified, which specification of facts does not include delay or
abandonment ; so that the question of delay or abandonment is
not by that section submitted to the jurisdiction of the Commis-
sioner.

I do not consider the expression  reduced to practice'’ as
importing the bringing of the invention into use. When applied
to an invention, it generally means the reducing it into such form
that it may be used so as not to be a mere theory. If a machine
be invented and described in such a manner that it may be made
and used, and especially if a model be made, the invention may
be said to be reduced to practice. In the present case it is ad-
mitted in argument (and such is the evidence) that Mr. Heath in
the summer of 1836 actually made a lock-gate according to his
specification. It was, indeed, a small one—a model only—but the
size is of no importance. The thing was done; the invention
was reduced to practice ; and it was demonstrated thereby that
the invention was practicable.

I am, therefore, and for the reasons before stated, of opinion
that where the invention is not of a mere philosophical speculation,
abstraction, or theory, but of something corporeal, something to
be manufactured, the applicant need not show that he has reduced
his invention to practice otherwise than by filing his specificition
and furnishing drawings and a model, as required by the statute,
where the nature of the case admits of drawings or of a repre-
sentation by a model. These having been thus filed and fur-
nished by Mr. Heath, and it being admitted that he, in point of
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he first inventor of the thing patented, he is entitled to
herefor, notwithstanding the patent granted to Mr. Hil-
less he has lost his right by not filing a caveat or by
' for his patent.

. second reason of appeal is that Mr. Heath never filed a
nt to the twelfth section of the act of July 4th, 1836.
Hon was introduced for the benefit of the inventor, but
pecessary to the preservation of his right. It only
1 to have notice of any interfering application.

(Law of Patents, 146) says: ‘' Of its nature and effect
nception has arisen. It does not create any right,
ly a request to be favored with information.”

e says : ' Upon the whole, therefore, the entering of a
mthing' more than giving information that there is an
' completed, and requesting that if any other per-
apply for a patent for the same thing the preference
en to him who entered it, which request is complied
courtesy of the Crown upon its being satisfied of its
ness by the report of the Attorney-General or the opin-
Lord Chancellor ; and when the patent is granted, it is
ed of as if no caveat had been entered.”

caveat gives no notice to the world or even to the
applmnnt It is notice to the Commissioner only, and
up in the secret and confidential archives of the office.
in any manner have strengthened the title of Mr.
r does the omission of it impair that title or aid that

+

s l::il' appeal, therefore, as well as the first, must be

¢ last reason of appeal is that Mr. Heath has forfeited his
the invention by his delay in applying for a patent.

te does not limit any time in which the inventor must
a patent, nor does it declare a forfeiture by reason of
day. The delay, therefore, seems to be unimportant, un-
amounts to evidence of abandonment of the claim, Itis
€ of the specified grounds for which the Commissioner is,

: seventh section of the act of 1836, authorized to refuse to
patent, and it seems to be a matter within the peculiar
ce of the jury upon a trial at law in any action which either
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of the patentees may institute against the other. If there be any
limit of the time of application, it must be a reasonable limit, and
that is proper matter for the consideration of a jury. And [ am
very much inclined to the opinion that any matter of defense
which it is the peculiar province of a jury to decide, and which is
not, by the seventh section of the act of 1836, made a ground for
the refusal of a patent by the Commissioner, should be left by him
to be decided by the jury in a subsequent action at law.

In Morris z. Huntington, 1 Paine, 354, Mr. Justice Thompson
said : *“ No man is to be permitted to lie by for years and then take
out a patent. If he has been practicing his invention with a view
of improving it, and thereby rendering it a greater benefit to the
public before taking out a patent, that ought not to prejudice him;
but it should always be a question submitted to the jury what was
the intent of the delay of the patent, and whether the allowing the
invention to be used without a patent should-not be considered an
abandonment or present of it to the public.”’

In Pennock and Sellers v. Dialogue, 2 Peters, 16, Mr. Justice
Story, in delivering the opinion of the court, says: “‘It has not
been, and indeed cannot be, denied that an inventor may aban-
don his invention and surrender or dedicate it to the public. The
question which generally arises at trials is a question of fact
rather than of law, whether the acts of acquiescence of the party
furnish, in the given case, satisfactory proof of an abandonment
or dedication of the invention to the public.”” The point decided
by the court in that case was ‘‘that the first inventor cannot
acquire a good title to a patent if he suffers the thing invented to
go into public use, or to be publicly sold for use, before he makes
application for a patent.”’ But it is believed that it has not yet
been decided that the right of first inventor has been lost merely
by lapse of time between the invention and the application for
the patent, unless there has been some intermediate use by the
applicant or by his consent, and especially where he was bona
fide taking measures to improve or perfect his invention and to
prepare for applying for the patent, which, from the evidence,
appears to have been the case of Mr. Heath.

If, therefore, the question of abandonment be cognizable by
the Commissioner, there is in my opinion no evidence to support
it : and this reason of appeal must also be overruled.
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Syllabus.

sfore, upon the whole case, my opinion, and I do so
r%@.11:]3«!, that the decision of the Commissioner of
s cause be, and is hereby, afirmed.

JoHN ArNOLD, APPELLANT,
- .

E: BisHOP AND JOHN AIKEN, APPELLEES. INTER-
FERENCE.

E COMMISSIONER BINDING AS THE LAW.—Rules made by the Commis-
conformity with the law, while they remain unabrogated, are as
upon the Commissioner as the law itself.

' RULES NOT RETROACTIVE.—After a deposition has been taken
rules were in force, the dispensation of the Commissioner cannot
 deposition; a revocation of the rules can only affect subsequent

MONY REJEOTED.—Evidence rejected which was not taken in
e with a rule that provided that all evidence shall be sealed up
ssed to the Commissioner of Patents by the persons before whom
tén, and so certified thereon.

BULE CONBIDERED.—A rule which says “that no evidence, state-
declaration touching the matter at issue will be considered upon
of hearing which shall not have been taken and filed in com-
th these rules,” is o restraint imposed upon the Commissioner
much as if the very words of the rule had been contained in

OT AFFEOTED BY RESULT OF CONTROVERAY.—The interest of n witness
matter in controversy not objectionable when his relations to the
are such that his interest will remain unaffected by any issue of

OF NOTICE—WAIVED BY APPRARANCE.—Objection to shortness of the
ite of taking testimony is waived by appearance at place of examina-
| and cross-examination of the witnesses,

W INYERTION DEFISED—XNEITHER CAN OBTAIN A BOLE PATENT.—The
o reduces to practice the theory of another, who assists in the
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