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Mr. Parkger. No: notin that case, because there would b
Ignent of the rights of the man who first used the mark in t!
States.

Mr. Barka. As far as the United States is concerned.

Mr. Parker. If you apply a trade-mark to goods in tl
States for the export trade, you are just as much infringing
man’s rights acquired by user as though you apply it on
sale in this country. There is no question about that.

The Crairymax. This thing specifically limits the extensi
trade-mark law to any beneficiaries under the law of 1905, a
a doubt in my mind as to whether we ought to give any spec
mark protection.

Mr. Davis. Assuming, for the sake of argument, that
have no protection in the United States, would it be a pro
foreien countries against other American manufacturers of
or other articles?

Mr. PARKER. It might do that against other manufactur
same article who had previously commenced the use of
trade-mark.

The Cnarkman, We will resume the hearing to-morrow
at 10 o’clock.

(Thereupon, at 11.45 o’clock p. m., the committee adj
meet again at 10 o’clock a. m., Thursday, January 22, 192(

CoMMITTEE ON PATENTS,
HouseE oF REPRESENTATIV
Washington, D. C., Thursday, January 2:
The committee met at 10.30 o’clock a. m., Hon. John
(chairman) presiding.
The Cuairman. Mr. Commissioner, we will be glad to 1
yvou on H. R. 7157, introduced by Mr. Merritt, an amen
section 5 of the trade-mark act of February 20, 1905.

STATEMENT OF HON. JAMES T. NEWTON, COMMI
OF PATENTS.

Mr. NEwToN. Mr. Chairman and gentlemen, I went ove
last night, which was the first time I had seen it, and my ok
it was that it was rather revolutionary in this respect, that
require any use of the mark at all for registration. Our wh
mark law is based on use. Otherwise, I am favorable to
and object of the bill and sce no objection to it. Under t}
trade-mark statute, we give a man who has had exclusive
mark for 10 years the right to register whether it is register
narily or not.

The CuateMaN. You do that now ?

Mr. NEwroN. Yes, sir; that is in the 1905 statute and thi
a step further and allows him to register the mark that he
so long on things that he has not used: at least, it does n
that he has used the mark on. I thinkif the bill was amend:
that these marks micht be registered after the trade-mark
used on them there would be no objection at all to the bill
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AMENDMENT OF TRADE-MARK ACT. 19

The CHalRMAN. What length of time would vou specify that it
had to be used in?

Mr. NewtoN. That is something that you might say you can put
an arbitrary limit on. There is no reason why it should be two,
three, or four years that I know of, and following the English statute
that they have just passed, that specified two years’ use of the mark
where it is not registered otherwise, I suppose that would be about
right, the object being to let the people of the country know that the
mark was being used, so if they objected to it they could come in and
ask the cancellation of it or oppose it, and it would take it probably
two or three years before it might be known as such outside of its
immediate territory. But I would not suggest any specific time. I
do not see why the mark specified in this bill should not be registered
as soon after the beginning of the use as possible because the mark
itself is not the exclusive possession of the man that wants to register
it, anyhow. As I understand it, this bill is intended to cover such
cases as those where, for instance, the Winchester Co. has had the use
of the word ‘“ Winchester’”” on guns for a number of years and they -
want to extend their goods to knives or something of that sort. Wz
would not register Winchester now in the Patent Office because it is
geographical, but this bill proposes that, since it has already been used
and registered for 1905.

The CuairvaN. You say because it is geographical. How do you
arrive at that ?

Mr. NewrtoN. Winchester is the name of a whole lot of places.

The CHAIRMAN. It is a family name also.

Mr. NewtoN. It might be ogject-ed to as a family name also. It
might be both of these objections, so we would not register it at all
on knives if the Winchester Co. had never used it on knives until
recently. This bill proposes that this word be registered for the Win-
chester Co. because they have had use of it so long on a similar or
another article of commerce, and I see no objection to that.

Mr. BaBka. You say you would not register it on knives.

Mr. NewToN. No, sir.

Mr. BaBka. What good would this bill do?

Mr. NewToN. This bill proposes that for all those marks that have
been in use, that “any person or cornoration shall have so registered
a mark upon the ground of said use for ten years preceding February
20, 1905,” ete. '

I do not know why you should fix that date. I would say ten
years from the date he applied for registration.

The CHAIRMAN. It confers upon beneficiaries of that law of Feb-
ruary 20, 1905, due to the fact that they had been actively using a
mark, certain benefits under this bill.

Mr. NEwTON. Yes.

The CHAIRMAN. I brought up that proposition yesterday, and it
was one of the reasons we wanted you here to-day, to get your opinion
on this bill. If there is going to f‘:e any general legislation amending
‘trade-mark laws, and if we have any abuses in our present laws, it
seems to me we ought to make it general rather than have it apply only
in certain specific instances.

Mr. NewtoN. I am coming to that in a moment, Mr. Nolan. I
have a bill that we worked on last night to submit to meet the commit-
tee’s views on the fact that this bill only covered a certain class of
people or a certain number of people, and you wanted the bill to be
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20 AMENDMENT OF TRADE-MARK ACT.

more general in its character, and we have drawn up a bill to be
general in its character as an amendment to the Pan-America
that passed the House yesterday.

The CHAIR:MAN. As an amendment to that bill ?

Mr. NEwToN. Yes sir.

The CuairMaN. Your idea being to offer that in the S
committee ?

Mr. NewtoN. Yes. To come back to this bill, I think prol
the gentlemen ought to understand just exactly what these p
are griving at. Take the Du Pont Co. or the Winchester Co., o
of those companies that have had their names in use for year:
have gotten considerable reputation, when they go out into &
business.

The CuairMaN. I do not think there is any doubt in the mir
the committee as to what they are aiming at. Mr. Seymour expl
that, as well as other gentlemen yesterday. We know what tk
Pont people have been doing for several {‘ears, that they hav
plants at Hopewell and other places, and that they intend to gc
certain definite lines. Their name, they figure, is a guarantee t
people in these new lines just as well as before in the old lines, and
want to be protected as well in the new lines as they have be
the old through their commercial name and their trade-mark.
is the purpose of this bill, is it not ?

Mr. Newton. Not quite. That is what I am coming to.
want to get foreign registration.

The CuairMAN. I understand that, but they want this in ge
they want this general protection.

l\ir. NewTtoN. This bﬁl really does not give them any genera
tection. It simply puts their name on the register, and when -
that the foreign countries will register those marks and they wi
do it until we do. Registration, you must keep in mind, really
not help a man’s trade-mark very much, if any.

Mr. MERrrITT. In this country

Mr. NEwToN. In this country. Our entire trade-mark law is
on use. A man has got to rely on his use and on that alone, wk
it is registered or not. Of course, I do not mind saying at all th:
registration does not amount to anything.

r. BABKA. But it does amount to something when they ap
foreign countries.

Mr. NewroNn. That is the point.

Mr. BaBxa. They must have it registered here before the fc
country will register. .

mMrl;ﬂI\lTEWTON. That is all the good these gentlemen will get «
this bill.

Mr. BaBka. Take certain people manufacturing axes in this
try who had been using the word ‘‘ Winchester.” Suppose unde
new act, the Winchester Co. applies for a trade-mark and has it
tered here. Will that not give the Winchester Co. an advants
a foreign country over those people who have been using that
as I:;ippli&ad to axes here for a number of years?

r. NEwToN. Undoubtedly.

Mr. BaBga. Do you think that is fair? Should not the peopl
have been using that trade mark in respect to the axes hav
advantage in the foreign country? Why should the Winchest«
be given this advantage ¢
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AMENDMENT OF TRADE-MARK ACT. 21

Mr. NewToN. There would be equities on both sides.

Mr. BaBka. It seems to me that if those people have been manufac-
turing axes and using that term, that it should apply to them, if
anyone should have the advantage of the name, they are the people.
Th{? have built it up in respect to that commodity.

Mr. MeRrrITT. Answering the Congressman, I think there is a pro-
vision in the Nolan bill, that if it appears that somebody else on the

articular article has properly been using a mark, there is a provision

or taking off the register any mark illegally registered.

The CuairMaN. But that only applies to that trade mark con-
vention.

Mr. MerrrrT. That has to do with foreign marks.

The CHAIRMAN. That only applies to certain countries -that are
signatories to that convention.

. JouNsTON. Will you register more than one trade-mark of the
same character to the same name?

Mr. NEwTOoN. You mean to put them all on the same register ?

Mr. JOHNSTON. Yes.

Mr. NewroNn. That is another point that we discussed last night

uite exceedingly. ‘We propose to have two registers, one for marks
that we would not put on the present register. You passed the
Havana bill yesterday. We proposed to register all the marks that
were sent from Havana irrespective of whether they were registerable
or not under the present statute, but we propose to put these marks
on a separate register. '

Mr. JounsToN. What would be the value of putting them on a

soilarate register ?

Mr. NewToN. Nothing except for the foreign registry.

Mr. JouNnsTON. Take this case that Mr. Babka referred to, this axe
situation, a corporation or individual has been building up a business
largely known and designated by the name of Winchester. Would
this bill permit another company known as the Winchester Rifle Co.,
or whatever it is, to get exclusive control of that name?

Mr. NEwToN. No; it would not. This bill would allow him to
register it provided nobody else laid claim to it. The present trade
mark statute provides that if anybody else objects to registration of
that name and has a better right to it than the man who proposes to
register under this bill, he may oppose it and cancel that registration
and then that would be a subject of litigation. The office and the
courts would determine then who was entitled to that word
“Winchester.”

Mr. BaBkA. How are these people notified that application has
been made for registering a certain name ?

Mr. NewToN. They need not be notified. They would see it in the
trade or if they came to the office to have their mark registered then
they would be notified.

Mr. BaBka. That would be after it had already been registered.

Mr. NewToN. Yes. There would be no harm done because we
can take a name off the register just as easily as we put it on.

Mr. BaBka. But in the meantime, take the Winchester case, for
instance, they might have that applied in a foreign country and get
their registry there.

Mr. NewToN. They might have if they slipped in without the other
people knowing it. I do not believe you will find any way of keeping
these names out.
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22 AMENDMENT OF TRADE-MARK ACT.

The Crarrman. The bill we passed yesterday in section 2 con
a provision that applied to the trade-mark convention:

That whenever any Eermn shall deem him-elf injured by the inclusion of
mark on this regi<ter, he mav at any time apply to the (‘ommiszioner of Pa
cancel the registration there»f, etc.

Mr. Basga. That could cancel it also in a foreign country.

The CuairmaN. I presume if they had their registration tal
this list here in this country it would automatically deprive ti
whatever rights they might get under the convention. They
have some protection in the particular country in which they
tered their trade-marks. Under their laws I doubt very muct
struck it off this list whether they would be entitled to the g
protection of that treaty.

Mr. Newton. I think your objection would be applicable f
registration. Take a mark that is registered under the f
statute. If somebody else slips in here and registers it witho
true owner of it knowing anything about it he can then go off a
his foreign registration and you can not hurt him with his 1
registration, but the true owner of the trade-mark can then c
and have the trade-mark here stricken from the register.

Mr. Jounston. Your register now, in this Winchester in
that Mr. Babka cited, would contain the Winchester as app.
the Winchester Axe Co.. and it probably contains Winches
applied to the Winchester Rifle Co. Is that true?

fr. NEwToN. Yes, sir.

Mr. JouxstoN. The Winchester Rifle Co. may come in and «
registration of its name, Winchester, because it intends to ext
business and not confine it only to the rifle business but to g
the ax business.

Mr. NewTtoxn. Yes, sir.

Mr. Jonxstox. Do vou not think that would work a very
hardship on the Winchester Axe Co.?

Mr. MerriTT. Not under the proposed bill.

Mr. Newron. I do not think so.

Mr. MerriTT. We proposed to meet that point in this way
meet an objection which is fundamental and which the Commi:
made, that this bill as drawn rather ripped up the fundament
of the trade mark that the trade mark must be used first in o
be registered at all. So we propose to put on the end of this
provision that it shall be registered after such trade mark ha
used on said articles in interstate or foreign commerce. Y
put in one year or two years or any time you like about that,
course, after it has been used one year or two years, if there wi
a thing as the Winchester Axe Co. they would naturally see
they would have a chance to object, and tell them to stop it.

Mr. JounsToN. They would then have to come in hefore th
missioner of Patents and protest against this name being regi

Mr. MerrITT. Yes.

The Crarrman. Or if it had been registered they could c
and ask that it be stricken from the register.

Mr. Jounsrox. That gives them a contest insubsequent liti
but does not give them a right.

~ Mr. MerriTT. Nobody has anything without a contest.

L]

w
a'h's ":’

" LEGISLATIVE INTENT SERVICE

(800) 666-1917



AMENDMENT OF TRADE-MARK ACT. 23

hM}l;. iIOHNSTON. If they have any rights here, let us define them in
the bill.

Mr. MerrIiTT. The only way of establishing a man’s right is in
court. If I owe you $10 you can not get it out of me if I do not want
to pay unless you sue me.

Mr. JounsToN. That is true but that is not an analagous case to
this. We can provide for it here in this proposed bill by an amend-
ment which will guarantee it to the original man.

Mr. MeRRrITT. He has got it now.

Mr. JounsToN. We can provide a value in this name that he will
not be denied this right or have it taken from him just because
another company is using a similar name or a similar trade-mark as
applied to a different commodity. That, I think, might meet the
situation.

Mr. NewtoNn. T do not quite see how vou could, Mr. Johnston.
You would have to finally get to a place where it would be question-
able who does own this mark, who has a real right to it.

Mr. JonunsToN. Both of them might have an equal right to the
trade name or trade-mark, but one could have it to apply exclusively
to rifles and the other exclusively to axes, but now vou are going to
create a situation by this proposed bill so that this rifle company may
also apply that name to axes as against the company which orig-
inally was in the ax business and has a trade value in that name.

Mr. NewToN. But very frequently we find that two people have
been using the same trad(hma& on 1dentically the same goods.

Mr. BaBgka. I think if we amend the bill so as to make it compul-
sory that they use it for a certain definite time before they can register
it that would do away with that objection.

The CuarrmaN. The fact of the matter is that you touch there on
the right of somebody else to come in and claim interference. * had a
case up with the commissioner a short time ago—at least, 1 called it
to his attention—where a man had made application for trade-mark
out in my section and he employed a firm of attorneys in St. Louis
to look after his interests. Somebody down in Boston in the shoe
business figured that was a pretty good trade-mark. 'They did not
have a leg to stand on, and, in fact, wanted to compromise after the
thing was going, but that did not protect him. Ile had to employ
an attorney in St. Louis to represent him and go through with this
case. 'There is no way in which vou can stop that. .

Mr. NEwToN. You can not quite provide against contests, and the
present statute provides for cancellation of these marks where regis.
tration was granted to one not the proper owner of them.

The CHairMaN. He got his trade-mark granted, but thev held him
up for months and tried to compromise with him to get the right to
wse that trade-mark in their territory.

Mr. CampBELL. You mentioned yesterday about the use of the
word ‘““ Winchester’’ in axes, Mr. Seymour. Now, why do you think
they used the name Winchester to borrow the reputation of the Win-
chester Arms Co. to give a standing for their products?

Mr. SEymour. For no other reason. There is no company known
as the Winchester Ax Co. There is a company, I think, located in
Philadelphia, making a variety of goods, and 1 believe the name is
Biddle, and they put out a line of axes. One of their axes they
brand as the Winchester, and another as the Acme. ‘The reason that
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24 AMENDMENT OF TRADE-MARK ACT.

they brand that ax as Winchester is simply because they desire to
graft on the prestige of the name Winchester.

Mr. Baska. Of course, that would not be true in the case the
chairman cited yesterday in respect to the harness manufacturer.

Mr. Seymour. Certainly not; there can be no possible question.

The CuairMaN. That was a family name that was built up.

Mr. Seymour. There can be no question of the right to the legiti-
mate use of the name Winchester, either geographic or as a surname.
I would not for a moment say that a man by the name of Winchester,
engaged in the ax business or engaged in the rifle business, if anybody
in this country wants to go into the rifle business and bears the name
of Winchester he can go into that business and can call his rifles
Winchester rifles with such additional descriptive matter as will
provide for the notification of the public so that the two classes may
be distinguished between. Now, as to this question of notice, an
application for registration is filed in the Patent Office, and this appli- .
cation is printed in the back part of the Patent Office Gazette.
Everybody throughout the country, all business men, all patent and
trade-mark people, take the Patent Office Gazette. The first thing
we do is to look and see what applications for trade-marks have been
made. Our clients do the same thing, and if an application has been
made for a trade-mark which is going to interfere with us or which
we think the applicant is not entitled to, the question should be fought
out by the machinery provided by the Patent Office. We file an
opposition.

Our clients call on us on the tclephone, ‘“‘Look at page 521 of the

last issue of the Gazette. Here is a man who wants to register black
as a color for cartridges. How about that?” We made black
cartridges a great many vears ago and we have got lots of them still
on our old exhibit cards. This happens to be an actual case. We
file our opposition and the commissioner sets the machinery in
motion and we take our testimony and we argue the case, but the
rubhc at large and everybody interested in the subject has already
seen advised by the publication which precedes actual registration.
This is weekly notice to everybody in the United States who is at all
interosted in that subject. So on the score of notice everybody is
informed. I am very glad that this question was asked because
there is no Winchester Axe Co. and there is no desire at all to control
the. name Winchester for products allied to ours except where a
person not entitled to the name wants to graft on our prestige by
producing goods which would be sold in the same way with our
goods, sold in the same line of shops and by the same pcople.

Mr. CampBeELL. Could we not go further than that and insure the
public when they buy an article which has a trade-mark of a reputable
concern that they are getting that, and would it not be a protection
to the public?

Mr. SExMoURr. A great protection to the public.

Mr. CAMPBELL. ’l‘tat 1s what [ think we slllou.ld do here in addition
to protecting the manufacturer or firm we ought to protect the
puh]lic against substitution of an article not of the same quality, sold
on the prestige of an established trade-mark.

Mr. SEYMOUR. Some concern, for instance, puts out a bicycle and
calls that the Winchester bicycle, because the name Winchester has
already been advertised so enormously all over the country and
means so much to the general public on the score of quality. A man
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AMENDMENT OF TRADE-MARK ACT. 25
can float a new article with an old name of great prestige very much
easier than he can an article under an unknown name and the public
are to that extent deceived.  You saw in one of the books I gave you
vesterday, if I brought it here, the name in the catalogue occurring
on opposite pages. Here is a Winchester telescope sight which this
dealer buys from the Winchester Co. That is the real thing. That
i1s made %Jy the Winchester Co. and stamped Winchester by the

Winchester Co. and participates in the prestige of the Winchester -

Co.’s goods. On the opposite page is another article, a small rifle
for use by boys. God knows who makes that other article but is it
called a gun of the Winchester type. Now, the word Winchester is
applied to the other article on the opposite side of the page which
contains the true article, for no other earthly reason than to induce
the purchaser to buy the article under the supposition that somehow
or other it participates in the same quality.

We expect that the public will be protected by the provisions of a
bill like this and we have no intention of squeezing out anybody who
legitimately can use the word Winchester, not for a m ment.

The (CHamkmaN. Mr. Commissioner, what substantial advantage
1s there to the people of the country in having a restriction such as
we have at the present time on the issuance of a trade-mark of a
commercial name ! What protection do we afford the public, and
aftcr all, the public is the most interested E&l'ty and they are the
people we are seeking to protect by limiting the issuance of the trade -
marks, so that they can not be issued where the name is descriptive
of an article or where it is goographical. In other words, if an nsti-
wtion desires to go into ﬁle usiness of manufacturing something
and their ‘rade name is descriptive of it or they have a geographic
name, if they are willing to invest their money and go along and
build up a business, what is the reason, the fundamental reason, for
imposing all these restrictions upon them? Why would it not be
right for them to come in? Why do we want to limit it? The
proposition of having use is probably all right; it is a question of
time on that. But why do we throw these restrictions around it
and have so much controversy over the trade-mark ¢

Mr. NewTtoN. It is simply this. It is different for different words.
Take Winchest r, for cxn.m‘ple. The common-law status is that
everybody in the town of Winchester or in the section of country
known as Winchester has a right to say that their goods are made at
Winchester. You can not keep them from saying that and ought
not to keep them from sayin%\it. That is the reason we refuse to
register geographical terms. We could not allow a man to monopo-
lize the word ‘‘Boston” for shoes.

The CrairmaN. That is all right for that point.

Mr. NewTtoN. That is the geographic objection. As to the de-
scriptive word, we say that everybody has a right to say what their
goods are. For instance, the Du Ponts want to say that they have
made black dyes. We can not let them monopolize the word
“black” for dyes. We could not register the word *‘black” in dyes.

The CuairMaN. That is true.

Mr. NEwtoN. It is for the protection of the trade in the use of
ordinary English words, and we ought not to cut them off from it.
Consequently we refuse to register descriptive words or geographic
words, and 1n regard to a name the supposition was that anybody
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26 AMENDMENT OF TRADE-MARK ACT.

named Smith would be allowed to do business under the name of
Smith. We could not register the word Smith as a trade-mark and
give exclusive use of it to any one Smith.

The CaarrmMaN. That is a family name, but take something that is
descriptive of an article.

Mr. NewrtoN. Take black for dyes. Suppose a man comes to me
and wants to register the word black. e could not register the
word black for dyes.

The CuairMaN. No.

Mr. NewToN. We could not register any descriptive word for dyes;
green, for example. We have a case in New York; aPpealed it up
there to the court of appeals upon the word ‘““infallible’” for powder,
which the Du Pont Co. has. We refused ‘infallible” for powder
because it is descriptive. It means that your powder will always
explode even though damp or off color.

he CuarMAN. That would be a case, I should say. Why should
-there be any limitation on that?

Mr. NEwToN. Because we say it is descriptive. Anybody else has
a right to say their powder is infallible. Therefore we will not let
them monopolize it by registering it. We can not keep them from it.

The CHarrMaN. That is so.

Mr. NEwToN. But the 10 years provided under the present statute,
supposing a man had use.

e CHAIRMAN. This is really the first hearing we have had for a
long time on trade-marks to go into that question at all. That is one
reason I would like to have the record show it. .

Mr. NewrtoNn. The supposition of the legislature in E\mssing the 1905
statute, giving us the right to register any word which is in use for 10
years, is sometimes these trade-marks get to have what is called
secondary significance—that is, even though it is descriptive, even
though it may be geographical, it is known so well in the country
that everybody knows it as a mark of a certain man, and under that
supposition we allowed them to register it under that 10-year clause
of the statute. It has been in use so long that everybody knew who
was the maker of it, and even though it could not be registered, even
though it was descriptive or geographic we have registered it.

The CuairMaN. Have you quite a large registry of automobile
names ¢

Mr. NEwToN. Oh, ves; a very large one. They are nearly all reg-
istered. :

The CHAmrMAN. I notice there is an Oakland automobile. Has
that ever been registered %

Mr. NEwTON. Yes, sir; Oakland is registered. :

The CnarMan. Still there are a lot of Oaklands in this country.

Mr. NEwToN. I know there are. We registered it on the ground
that the word Oakland had reached a point where ,everybody knew
the Oakland automobile, and it had a secondary meaning that was
so much greater than the geographic meaning that it ought to be
registered.

The CrairMAN. You have had to take into consideration the facts
as to the name.

Mr. NEwTON. Yes.

Mr. MerriTr. That is under the 10-year clause.

The CaRMAN. I knew that.
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AMENDMENT OF TRADE-MARK ACT. ' 27

Mr. NEwToN. It is quite true that some trade-marks after an ex-
tensive use get a sccondary signification so much greater than the
name of the little town that it happened to stand for. .The court of
appeals, however, has gone to the extreme in registering geographic
terms. They have refused to register Orange Grove (?). There was
only one of them in this country and that had two houses in it.

The CuairMaN. You say that vou have something you have
drawn up as an amendment to this bill.

Mr. NEwTON. Yes.

Mr. Jounson. What I had in mind was an instance such as this.
The Aetna name is applied now to the Aetna Explosive Co.  Assume
that therc is an Aetna dye company which has been in existence for
10 years or upwards. Recently there has become known an Aetna
Explosive Co. Now, the Aetna Explosive (Co. has determined no
longer to manufacture explosives. It intends to use its plant and
manufacturing establishments to go into the dve business. Now,
if the original Aetna dye company is registered as a trade name, will
you permit the Aetna Kxplosive Co. to use the word ‘“Aectna’ on
dyes which it may make?

Mr. zNEWTON. It was the successor of the other Aetna company,
was 1t ¢

Mr. Jouxson. It was not the sucecessor of the original Aetna com-
pany but it is the Aetna Explosive Co. which no Fonger is going to
make explosives.

Mr. NewtoxN. The same organization ?

Mr. JounsToN. No, sir; a separate and distinct company. K

Mr. NewTton. No; I would not let them, in view of the adverse
interests of the other party. The other party, in other words, could
come in and oppose their registration and we would adjudge them to
be the owner of the mark if they first used it. This does not give a
man the right to register irrespective of whether anybody else has
registered or not. This is only an amendment to the 1905 statute,
which provides for settling all questions of controversy where the
real right of the mark exists. This statute will only apply to those
people who have no adverse rights, no superior adverse rights, but it
will give us the right to register these words whereas now we can not
register them, so that these people can get their marks registered.

%1 understood vesterday that your objection to this bill was that it
was too restrictive—it was only applied to a very small class of
e

e CirairMaAN. I wanted to get that other thing fixed in my mind.
(l;ou say it would not in this case; about the case of the Actna Powder

0.?

Mr. NewToN. Let me understand the facts of Mr. Johnston’s case.

Mr. JounstoN. I will state it as briefly as I can. For a number of
years past, upward of ten, there has been a dye manufacturing com-
pany known as the Aetna Dye Co., and its dyes have been stamped
with the trade-mark Aetna, and recently or, at least, during the war

eriod therc has sprung up a large corporation known as the Actna

xplosive Co., which is a separate and distinctly entity from the Dye
company, in fact, a new corporation. That company has gone into
the hands of the recciver, as it develops, and receivers have been.
operating, and as there is no occasion for manufacturing explosives
on the extensive scale that they have been doing during the war the
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28 AMENDMENT OF TRADE-MARK ACT.

receivers are trying to conclude what is the best way of emploving
that plant. It is assumed they determined to go into the dye busi-
ness. They have been using the word Aetna explosives for four or
five years now. If they want to go into the dye business, can they
register that word Aetna and stamp it on dyes?

r. NewroN. Not at all, if the other company had previously used
it on dyes.

The CHaAtRMAN. What is there in this bill 7157 to prevent them
from doing so ?

Mr. Newro~. This bill is only a part of the main trade-mark bill,
which provides whenever there is a conflict——

The CHAIRMAN (interposing). I know; but this bill is an. amend-
ment to that.

Mr. NewTtoN. It is an amendment to a part of that bill. It does
not repeal the contest clause of that bill. It provides that wherever
there 1s a contest between two parties as to who owns the mark, the
office shall proceed to take testimony.

The CunairMan. This is the latest word in legislation; it is hereby
amended by adding the following words thereto:

And if any person or corporation shall have so regi<tered a mark upon the ground
of said use for 10 years preceding February 20, 1905, as to certain articles or clasees
of articles to which =aid mark shall have been applied for said period, and shall have
thereafter and suhsequently extended his bu<iness so a< to include other article: not
manufactured by said applicant for ten vears next preceding February 20, 1905,
nothing herein shall prevent the reristration of said trade-mark in the additional
claszes to which said new and additional articles manufactured by said person or
-corporation shall apply.

Mr. NEwToN. That is rather broad. It probably ought to be ex-
plained by saying that unless there are adverse interests, it shall be
settled in accordance with other articles in this bill.

The CuaAlrMAN. That i3 the point.

Mr. MerrITT. I have here this section 5 to which this is an amend-
ment, and the following provision covers the point under discussion:

Provided, That trade-marks which are identical with a regi:tered or known trade-
mark owned and in use by another and appropriated to merchandive of the same
descriptive properties, or which =0 nearly re:emble a registered or known trade-mark
-owned and in u<e by another and appropriated to merchandive of the same de=criptive

properties a« to Fe likely to cause confu-ion or mistake in the minds of the public or to
deceive purchasers shall not be registered.

That is in the third paragraph.

Mr. NewTtoN. I assume that that paragraph would apply to this
amendment. It may be that it ought to be amended.

The CuairMAN. I have to again remind you of the fact that I am
not a lawyer.

Mr. NewTtoN. I am glad you brought that out. I think that ought
to be understood. The way the law has been amended before in
several of these statutes is to amend it so as to read as follows, and
we could do that here in the same manner.

We have this condition as regards the proposed amendment that
Mr. Parker and I went over last night and agreed on, that if this
proposed bill be made a part of the present trade-mark bill, this
proposition has nothing to do with it, because I proposed to put
this in as an amendment to the Pan-American bill, and thus to
bring out something that was discussed in this committee yesterday.
I saw the typewritten copy of the discussion, and you asked, Li);'.
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AMENDMENT OF TRADE-MARK ACT. 29

Chairman, and, I believe, some of the other gentlemen discussed it,
why should not we register these marks that are of doubtful validity
and let them go on and get their foreign registration; put them on the
register—put everything on the register that anybody wants to reg-
ister without any examination—and, to tell you the truth, I do not
know why that has not been done. It has been talked of for years in
the office and among trade-mark people. There are a great many
trade-marks that we will not register. Take some of the automobile-
trade-marks, perfectly good trade-marks, and the trade respects
them, but we will not register them; for instance, the Detroit Elec-
tric. We would not register that, or the Cadillac, we would not regis-
ter that. Detroit is a name of a town where all these things are made,
and we say that anybody who makes an automobile in Detroit has a
right to say he makes it in Detroit, and we can not give any man an
exclusive right to use that. Still, the man ought to be able to get his
foreign registrations, and for that reason I propose an amendment to-
the bill which was passed by the House yesterday, and I thought 1
would mention it to this committee.

The CuairmMaN. Is it your purpose to draft aa amendment to the
bill that passed the House vesterday and offer it in the Senate or let.
it go on his bill here ? :

r. NEwtoN. It would cover this bill to some extent, but in a.
general way.

The CaairmaN. Could it all be included ?

Mr. NewToN. There was some difficulty in including it all. It was
not thought to include it all. The case that Mr. Merritt’s bill pro-
poses to cover is that of these loag used names. That ou%lht to go
under the fpresent trade-mark statute because they ought to be

rotected if there is any protection, because the present trade-mark
aw says that registration is prima facie evidence of ownership.

The CuairmMaN. If you could make it general, applying throughout
the world, instead of confining it to parties that signed that conven-
tion, why could you not include something that would bring them in ¥

Mr. NEwToN. This is a register that they make it from. It is an
indication of ownership.

Mr. MerrITT. That only applies to South America.

Mr. NewroN. The only reason they want this registration is to-
allow them to register abroad.

The CuairMAN. That bill that passed yesterday only applied to
Central or South America, perhaps, and Cuba.

Mr. NewTtoNn. That is true, and they allowed the registration of
any article.

The CHAIRMAN. As far as that convention was concerned, do you
intend to amend that ? .
Mr. NEwToN. We propose an amendment to the trade-mark bill
which passed yesterday to allow registration in this country whether

it was registered abroad or not.

The CHAIRMAN. Covering the world ?

Mr. NEwroN. So anybody could come in here and register any
mark they wanted to.

The CHAIRMAN. If you are going to offer an amendment of that
general character, why not include the provisions of this?

Mr. NEwToN. There is no reason why they should not have prima.
facie right to these marks and this bill does not give it to them.
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80 AMENDMENT OF TRADE-MARK ACT.

The CuairMaN. Could you not put it on as an additional section ?

Mr. Newton. No, sir; because the bill you passed yesterday would
put these names on the register and not give them any prima facie
evidence of ownership.

The CHAIRMAN. OF course, a new section could be attached to it
in the Senate. ’

Mr. NewToN. Yes. The amendment we propose is this:

All other marks not registerable under the act of Fe'ruarv 20, 1905 (as amended),
but which for not less than two years have been bona fide u-ed in interstate or foreign
commerce, or commerce with Indian tribes, by the proprietor thereof, upon or in
connection with any goods of such proprietor and upon which the fee of $10 has been

aid and such formalities as are pre:cribed by the Commissioner of Patents have
een complied with, may be registered.

Anything may be registered. That is an amendment to the bill
that was passed vesterday. That bill does not give prima facie
validity to the mark that is registered, the bill that passed yesterday,
and this amendment does not give it. That is the reason we put this
proposed amendment into the bill. But Mr. Merritt’s bill wants to

ive them prima facie evidence of ownership, so we put that under
the 1905 statute where it naturally belongs. '

The CHairMAN. You probably do not get my idea. It seems to
me an amendment similar to that could be attached to that particular
measure. if you are going to make it of general character instead of
confining it to signatories of the trade-mark convention.

Mr. NEwToN. The only reason we did that was that Mr. Merritt’s
bill wants prima facie protection which is already given in section 5
of the 1905 statute.

Mr. MerrITT. The chairman is now talking about a general amend-
ment to my bill.

The Cuoamman. Figuring that we want. to get action on these
things with the legislative situation here. The Patents Committee
may not be called for a long time again, and unless you are going to

et it under suspension of the rules or by unanimous consent, this is
g}cely to fall by the wayside. I am looking at the matter of expe-
iency.

STATEMENT OF MR. F. S. BRIGHT, COLORADO BUILDING,
WASHINGTON, D. C. '

* Mr. BricuT. I suggest this, that what you have just said is abso-
lutely correct. Tt would be a very great service if this committee
could rerort Mr. Merritt’s bill and then rermit those of us who are
interested in it to take it to the Senate, as you have suggested. When
the Senate committee begins the consideration of the bill that was
passed yesterday, then ask the Senate committee to add to that bill
as an additional section Mr. Merritt’s bill. It would then carry the
approval of this committee, if the committee sces fit to approve it,
and then we will have a vehicle through which it can get through
Congress. When the bill that rasses the Senate with your amend-
ment to it be sent over to the House, the only thing that is necessar
is for the chairman of this committee to concur in tghe Senate amend-
ment, because it has already the approval of this committee.
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AMENDMENT OF TRADE-MARK ACT. 31

The CuairMaN. T just offered that as a suggestion, not that we
would not proceed with the consideration of the bill upon its merits,
inasmuch as you intend to offer something as an amendment to the
Senate committee.

Mr. NEwToN. I thought it would be courtesy to this committee to
tell them that I would ask the Senate committee to consider that.

The CnairmaN. What sort of an amendment would you suggest
to this bill of Mr. Merritt’s regarding the issue.of time?

Mr. Newton. Mr. Merritt has written that in there, in accordance
with my suggestion, at the end of his bill, as follows: * ‘After said

trade-mark has been used on said article in interstate or foreign
commerce.”’

The CuairmaN. No time is srecified ? .
hMr: MEeRgriTT. I did not put in the time. The committee can put
that .

Mr. CampBELL. What would be your judgment on that, Mr. Com-
missioner, as to time ? :

Mr. NEwToN. 1t is thoroughly arbitrary. The English have put
two years on their bill, and when we came to special privileges of
our trade-mark bill we require 10 years. '

Mr. CampBELL. That seems unusually long.

Mr. MEerrirT. For foreign commerce the shorter the better. If
you are going to shut out the pirates, do not give them too long. I

should think in looking out for a trade-mark one year’s notice would
be rroper.

Mr. NEwroN. I would say one year would be sufficient with the
amount of notice we have given them now, published in the Cazette.
They have notice of the fact that the things have gone into commerce.
The)_rdwould generally catch onto it within a year or two years, at the
outside;

Mr. CampBELL. Was this thing submitted to you also, Mr. Merritt,
to offer this as an amendment to the bill passed yesterday? Do you
think it would work in that direction ?

Mr. MErriTT. I think it would have to be adapted to that bill.
The theory on which Mr. Bright spoke was if the committee saw fit
to renort this bill favorably, then we could go to the Senate and say
this is a bill which has been reported.

(Thereupon, at 11.45 o’clock p. m., the committee adjourned.)
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