United States General Accounting Office

‘GAO

1. Bill
§.759

Congressional Record,
102nd Congress, Senate

2. Date 3. Pag
Jun 12, 1992 (84)

es
S8146

4. Action:

PASSED SENATE:

OPR:0IMC/ISC

Trademark Remedy Clarification Act: Senate

passed S. 759, to amend certain trademark laws to
clarify that States, instrumentalities of States, and of-
ficers and employees of States acting in their official
capacity, are subject to suit in Federal court by any
person for infringement of trademarks, and that all
the remedies can be obtained in such suic that can
be obtained in a suit against a private entity, after
agreeing to the following amendment proposed
thereto: C
Page S8146
DeConcini Amendment No. 2372, of a technical
nature.
Page S8146

OIMC/ISC Form 3 (Rev. 12/90)



TRADEMARK REMEDY
CLARIFICATION ACT

Mr. DeECONCINI. Mr. President, 1
ask unanimous consent that the
Senate proceed to the immediate con-
sideration of Calendar No. 462, 8. 759,
relating to certain trademark laws.

The PRESIDING OFFICER. The
clerk will report.

The legislative clerk read as follows:

A bill (S. 769) to amend certain trademark
laws to clarify that States, instrumentalities
of States, and officers and employees of
States acting in their official capacity, are
subject to suit in Federal court by any
person for infringement of trademarks, and
that all the remedies can be obtained In

such suit that can be obtained in a suit .

against a private entity. )

The PRESIDING OFFICER. Is
there objection to the immediate con-
sideration of the bill?

There being no objection, the Senate
proceeded to consider the bill.

AMENDMENT NO. 2372
(Purpose: To make technical amendments)
: Mr. DECONCINI. Mr. President, 1

‘send a technical amendment to the
desk and ask for its immediate consid-
eration.

The PRESIDING OFFICER. The
clerk will report.

The legislative clerk read as follows:

The Senator from Arizona (Mr. DxCoxn-
CINT) proposes an amendment numbered
23172.

Mr. DECONCINI. Mr. President, I
ask unanimous consent that reading of
the amendment be dispensed with.

The PRESIDING OFFICER. With-
out objection, it is so ordered.

The amendment is as follows:

On page 4, strike lines 7 and 8 and insert
in lieu thereof the following:

(1) by redesignating paragraphs (1) and
(2) as subparagraphs (A) and (B), respective-

ly;

(2) by Inserting “(1)” after “(a)”; and

(3) by adding at the end thereof:

The PRESIDING OFFICER. The
question is on agreeing to the amend-
ment. .

The amendment (No.
agreed to.

The . PRESIDING OFFICER. The
question is on the engrossment and
third reading of the bill.

2372) was

The bill was ordered to be engrossed
for a third reading, was read the third

. time, and passed, as follows:

8. 759

Be 1t enacted by the Senate and House of
Represenlalives of the United States of
America in Congress assembled,
SECTION 1. SHORT TITLE.

This Act may be cited as the “Trademark
Remedy Clarification Act”.
sxc.z.mmgucxrommnmnx.«mor

Except u otherwise expressly provided.
whenever In this Act an amendment is ex-
pressed in terms of an amendment to a sec-
tion or other provision, the reference shall
be considered to be made to a section or
other provision of the Act entitled “An Act

' to provide for the registration and protec-

tion of trademarks used in commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purposes”,
approved July 5, 1846 (15 U.S.C. 1051 et
seq.) (commonly referred t.o as the Trade-
mark Act of 1946).

SEC. 3. LIABILITY OF STATES, INSTRUMENTALITIES

OF STATES, AND STATE OPFICIALS.

(a) LIABILITY ANRD RumxpIEs.—Section
32(1) of the Act (15 US.C. 11141)) is
amended by adding at the end thereof the
following:

“As used in this subsection, the term ‘any
person’ includes any State, any Instrumen-
tality of a State, and any officer or employ-
er of a State or instrumentality of a State
acting In his or her officlal capacity. Any
State, and any such instrumentality, officer,
or employee, shall be subject to the provi-
sions of this Act in the same manner and to
the same extent as any nongovernmental
entity.”.

(b) LIABILITY OF STATES, INSTRUMERTAL-
ITIES OF STATES, ARD STATE OrriciaLs.—The
Act is amended by i{nserting after section 39
(15 U.8.C. 1121) the following new section:

*Sec. 40. (a) Any State, Instrumentality of |
a State or any officer or employee of a State|
or instrumentality of a State acting in his or
her official capacity, shall not be {immune,
under the eleventh amendment of the Con-
stitution of the United States or under any
other doctrine of sovereign immunity, from
suit in Pederal court by any person, includ-
ing any governmental or nongovernmental
entity for any violation under this Act.

“(b) In a suit described in subsection (a)
for a violation described in that subsection,
remedies (including remedies both at law
and in equity) are available for the violation
to the same extent as such remedies are
available for such a violation in a suit
against any person other than a State, in-
strumentality of a State, or officer or em-
ployee of a State or instrumentality of a
State acting in his or her official capacity.
Buch remedies include Injunctive relief
under section 34, actual damages, profits,
costs and attorney’s fees under section 35,
destruction of infringing articles under sec-
tion 36, the remedies provided for under sec-

tions 32, 37, 38, 42 and 43, and for any other

remedies provided under this Act.”.
(¢) FaLsE DESIGNATION OF ORIGIN ARD

Farnsg DxscrIrTiONs FORBIDDEN.—Section

43(a) of the Act (156 USC 1125¢a)) is
amended—

(1) by redesignating paragraphs (1) and

(2) as subparagraphs (A) and (B), respective-

(2) by inserting (1) after (a)”’; and

(3) by adding at the end thereof:

“(2)A5usedlnt.hlssubsectlon. the term
‘any person’ includes any State, instrumen-
tality of a State or employee of a State or
instrumentality of a State acting in his or
her official capacity. Any State, and any

such instrumentality, officer, or employee,
nha.ll be subject to the provisions of this Act

in the same manner and to the sa.me extent
a8 any nongovernmental entity.”

(d) DerinrTION.—Section 46 of the Act (15
U.8.C. 1127) is amended by inserting after
the fourth undesignated paragraph the fol-
lowing:

“The term ‘person’ also Includes any
State, any instrumentality of a State, and
any officer or employee of a State or instru-
mentality of a State acting in his or her of-
ficial capacity. Any.State, and any such in-
strumentality, officer, or employee, shall be
subject to the provisions of this Act in the
same manner and to the same extent as any
nongovernmental entity.”.
8EC. 4. EFFECTIVE DATE.

The amendments made by this Act shall
take effect with respect to violations that
occur on or after the date of the enactment
of this Act.

Mr. DECONCINI. Mr. President, I
move to reconsider the vote.

Mr. THURMOND. I move to lay
that on the table.

The motion to lay on the table was

agreed to.






