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Trademark Law Infringement: House passed S.
759, to amend certain trademark laws to clarify that
States, instrumentalities of States, and officers and
employees of States acting in their official capacity,
are subject to suit in Federal court by any person for
infringement of trademarks, and that all remedies
can be obtained in such suit that can be obtained in
a suit against a private entity—clearing the measure
for the President.
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TRADEMARK REMEDY
CLARIFICATION ACT
Mr. HUGHES. Mr. Speaker, I ask
unanimous consent that the Committee on the Judiciary be discharged
from further consideration of the Senate bill (S. 769) to amend certain trademark laws to clarify that States, Instrumentalities of States, and officers
and employees of States acting in their
official capacity, are subject to suit In
Federal court by any person for Infringement of trademarks, and that all
the remedies can be obtained in such
suit that can be obtained In a suit
against a private entity, and ask for its
Immediate consideration.
The Clerk read the title of the Senate
bill.
The SPEAKER pro tempore. Is there
objection to the request of the gentleman from New Jersey?
Mr. MOORHEAD. Reserving the right
to object, Mr. Speaker, I yield to the
gentleman from New Jersey for an explanation.
(Mr. HUGHES asked and was given
permission to revise and extend his remarks.)
Mr. HUGHES. Mr. Speaker, I rise In
support of S. 759, a bill which would
clarify that States, their employees
and officers acting In an official capacity, and instrumentalities of State are
not immune from suit In Federal court
for violations of trademark Infringement.
This is a companion bill to the bill
we just passed, S. 758, relating to State
sovereign Immunity for patent Infringement.
During the 101st Congress, a bill relating to the waiver of State sovereign
immunity in cases of copyright vlola:OIMC/ISC
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tlon was enacted Into law. The Issues
are similar to that of patent and trademark violations. As with patents, there
are a number of cases Involving trademark Infringements by States.
In the 101st Congress, Infringement of
trademarks by States was the subject
of testimony during hearings on legislation In the 101st Congress to waive
State sovereign Immunity for patent
violations. The waiver of State sovereign immunity for patent violations
was approved by the Judiciary Committee.
In an era In which we are working to
craft International agreements to protect Intellectual property rights, it Is
Important that we set an example In
our own country. We cannot permit
States to evade liability to which private entities are subject.
I urge adoption of this bill.
Mr. MOORHEAD. Mr. Speaker, I
thank the gentleman for his explanation, and I withdraw my reservation
of objection.
The SPEAKER pro tempore. Is there
objection to the request of the gentleman from New Jersey?
There was no objection.
The Clerk read the Senate bill, as follows:

"(b) Is a n i t described in nbseotioa (a) for
a violation described In that subsection,
remedies (including remedies both at law
and In equity) are available for the violation
to the same extent as such remedies are
available for such a violation in a suit
against any person other than a State, Instrumentality of a State, or officer or employee of a State or Instrumentality of a
State acting in his or her official capacity.
Such remedies Inolude Injunctive relief
under section 34, actual damages, profits,
costs and attorney's fees under section 35,
destruction of infringing articles under section 36, the remedies provided for under sections 32, 37, 38, 43, and 43, and for any other
remedies provided under this Act.".
(c) FALSB DESIGNATION OF ORIOQJ AND
FALSE DESCRIPTIONS FORBIDDEN.—Section

43(a) of the Act (16 U.8.C. 1126(a)) Is
amended—
(1) by redesignating paragraphs (1) and (2)
as subparagraphs (A) and (B), respectively;
(2) by Inserting "(1)" after "(a)"; and
(3) by adding at the end thereof:
"(2) As used In this subsection, the term
'any person' Includes any State, Instrumentality of a State or employee of a State or
Instrumentality of a State acting In his or
her official capacity. Any State, and any
such instrumentality, officer, or employee,
shall be subject to the provisions of this Act
in the same manner and to the same extent
as any nongovernmental entity."
(d) DEFiNmoN.—Section 46 of the Act (15
U.8.C. 1127) Is amended by inserting after the
fourth undesignated paragraph the following:
Be it enacted by the Senate and House of Rep- "The term "person' also includes any
resentative* of the United States of America inState, any instrumentality of a State, and
any officer or employee of a State or InstruCongress assembled.
mentality of a State acting In his or her offiSECTION LBHOBTTrrLC
capacity. Any State, and any such InThis Act may be olted as the "Trademark cial
strumentality, officer, or employee, shall be
Remedy Clarification Act".
to the provisions of this Act In the
SBC 1 REFERENCE TO 1HK TBADBKAU ACT OFsubject
same manner and to the same extent as any
IMS.
nongovernmental
entity.".
Except as otherwise expressly provided,
whenever in this Act an amendment Is ex- SBC «. KFRCnVB DATS.
pressed In terms of an amendment to a secThe amendments made by this Act shall
tion or other provision, the reference shall take effect with respect to violations that
be considered to be made to a section or occur on or after the date of the enactment
other provision of the Act entitled "An Act of this Act.
to provide for the registration and protecThe Senate bill was ordered to be
tion of trademarks used In commerce, to
carry oat the provisions of certain Inter- read a third time, was read the third
national conventions, and for other pur- time, and passed, and a motion to reposes", approved July 5. 1946 (IS U.8.C. 1061 consider was laid on the table.
et. sett.) (commonly referred to as the Trademark Act of 1946).
SEC. a LIABILITY OF STATES, INSTRUMENTALITIZ8 OF STATES, AND STATS OFFICIALS,
(a) LIABILITY AND RKMBDIES.—Section 33(1)

of the Act (IS U.S.C. 1114(1)) Is amended by
adding at the end thereof the following:
"As used in this subsection, the term 'any
person' Includes any State, any Instrumentality of a State, and any officer or employee
of a State or instrumentality of a State acting In his or her official capacity. Any State,
and any such Instrumentality, officer, or employee, shall be subject to the provisions of
this Act In the same manner and to the same
extent as any nongovernmental entity.".
(b) LIABILITY OF STATES, INSTRUMENTAL-

ITIES OP STATE8 AND 8TATB OFFICIALS.—The
Act is amended by inserting after section 39
OS U.S.C. 1131) Ote following new section:
"Ssc. 40. (a) Any State, Instrumentality of
a State or any officer or employee of a State
or instrumentality of a State acting in his or
her official capacity, shall not be Immune,
under the eleventh amendment of the Constitution of the United States or under any
other doctrine of sovereign immunity, from
suit In Federal court by any person, Including any governmental or nongovernmental
entity for any violation under this Act.

