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PATENT AND TRADEMARK OFFICE AUTHORIZATION

May 17, 1982.—Committed to the Committee of the Whole House on the State of the
Union and ordered to be printed

Mr. KASTENMEIER, from the Committee on the Judiciary, submitted
the following

REPORT

[To accompany H.R. 6260]

[Including cost estimate of the Congressional Budget Office]

The Committee on the Judiciary, to whom was referred the bill
(H.R. 6260) to authorize appropriations to the Patent and Trade-
mark Office in the Department of Commerce, and for other pur-
poses, having considered the same, report favorably thereon with
an amendment and recommend that the bill as amended do pass.

The amendment strikes out all after the enacting clause of the
bill and inserts a new text which appears in italic type in the re-
ported bill.

PurPOSE OF THE BILL

The purpose of H.R. 6260 is to authorize appropriations for the
Patent and Trademark Office for fiscal years 1983 through 1985.

STATEMENT

The Subcommittee on Courts, Civil Liberties and the Administra-
tion of Justice previously held two days of hearings on the legisla-
tion, receiving testimony from a representative group of witnesses
including the Commissioner of Patents and Trademarks, the
American Bar Association Section of Patent, Trademark and Copy-
right Law, the American Patent Law Association, the Patent,
Trademark and Copyright Section of the State Bar of Virginia, the
United States Trademark Association and the General Patent
Counsel of the General Electric Corporation.

H.R. 6260 reflects the recommendation of the Administration
with three modifications as follows. First, the Administration pro-
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posal authorized the Commissioner of Patents and Trademarks to
establish fees administratively. The subcommittee approved an
amendment to set forth specific fees in the statute and limited the
Commissioner’s authority to raise fees. Second, the Administration
recommended that user fees recover 100% of the costs of actual
processing of patents and trademarks. The subcommittee amended
the bill to reduce by 50% patent filing and maintenance fees for
individual inventors, small businesses and not for profit institu-
tions. The effect of the amendment is to increase by $8 million the
authorized appropriation which would have been provided under
the original Administration request. Third, the subcommittee
adopted a recommendation of the Commissioner of Patents and
Trademarks, the American Bar Association and a coalition of cor-
porate patent counsel permitting arbitration of patent disputes.

H.R. 6260 was considered by the Full Committee on the Judiciary
on May 11, 1982 and was approved as reported by the subcommit-
tee with an amendment offered by Mr. Frank described below.

Synopsis oF H.R. 6260

SecTions 1-3

Authorizes the Patent and Trademark Office for fiscal year 1983
at an appropriations level of $76,000,000 and for fiscal years 1984
and 1985 such sums as may be necessary. This would be augmented
by additional fee income under the bill of approximately $79 mil-
lion for a total budget of $155 million. In fiscal year 1982 the
Patent and Trademark Office was authorized at a level of
$118,961,000 of which $29,600,000 was provided through fee income.
Fiscal year 1983 will be the first year in which fee income under
P.L. 96-517 will be credited to the Patent and Trademark Office
without being counted as part of its authorized appropriation. Had
this new accounting procedure been applied to fiscal year 1982 the
authorization and appropriation for the Patent and Trademark
Office would have been $839 million. This constitutes the actual
level of taxpayer support of the Office. Thus, H.R. 6260 authorizes
the expenditure of tax revenue in fiscal 1983 to support the Patent
and Trademark Office at a level $21 million lower than for fiscal
1982. H.R. 6260 proposes to double current fees as the means of
making up for the difference between a lower level of taxpayer
support and an increased total budget. Further, maintenance fees
which were first authorized in P.L. 96-517 and which will not begin
to be collected until fiscal year 1986 (October 1, 1985) will also'be
doubled over the amounts provided for under P.L. 96-517.

The overall objective of H.R. 6260 is to provide for increased user
support for the Patent and Trademark Office costs associated with
the actual processing of patent applications by fiscal year 1996. The
fee schedule is designed to return to the government 100% of
actual costs. However, an amendment to the original Administra-
tion proposal adopted by the subcommittee would reduce by half
the fees for individuals, small businesses and nonprofit inventors.
At the present time less than 25% of the actual costs of processing
patent applications are supported by fee revenue and under P.L.
96-517, which becomes effective on October 1, 1982, this amount
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will g%adually begin to rise but will only reach 50% of actual costs
in 1996.

The amendment offered by Mr. Frank and approved by the Com-
mittee modifies that portion of Section 3 of H.R. 6260 dealing with
Trademark fees. Public Law 96-517 (35 United States Code, section
31(a)) provides, ‘“Fees will be set and adjusted by the Commissioner
to recover in aggregate 50 per centum of the estimated average
cost to the Office of such processing. Fees for all other services or
materials related to trademarks and other marks will recover the
estimated average cost . . . of performing the service or furnishing
the material.”

The Administration requested that the figure, “‘50 per centum”,
be changed to “100 per centum”, thus mandating full recovery to
the Treasury of all costs associated with processing trademarks. An
amendment offered during subcommittee consideration of the legis-
lation proposed to reduce fee generated revenue supporting process-
ing of trademarks to less than the 100 per centum recovery level.
The amendment was not agreed to. The author of the amendment,
Mr. Frank, then proposed to amend the law to provide a statutory
fee schedule which would return revenue to the Patent and Trade-
mark Office at a level designed to recover 100 per centum of costs.
However, following consultations with interested parties, Mr.
Frank modified his amendment simply to repeal those portions of
P.L. 96-517 which mandate a specified level of cost recovery for the
processing of trademark registrations. Thus, the level of cost recov-
ery for processing of trademark registrations will be within the dis-
cretion of the Commissioner. The Committee is aware of the con-
cerns of users of the Trademark registration system, however, and
intends to exercise vigorous oversight with respect to the Commis-
sioner to ensure that fees remain at a reasonable level and that
trademark registrations are processed in an efficient and cost effec-
tive manner. As part of this oversight, the Committee recommends
tls;<833following fee structure to the Commissioner for Fiscal Year
1983.

Type of fee: Proposed fee
Application filing fee per Class ..........cccocvcreirenicirerreierrre st resenren %175
RENEWAID fE0 ...uoneneeieieeet ettt ettt ne 300
Late renewal.........ccc.cooviiieiiiiiencnienne et 100
Section 12(c) claim.. 100
New certificate........... 100
Certificate of correction 100
Disclaimer to registration....... 100
Amendment to registration 100
Per class combines section 8 and 15 affidavit.......... 200
Per class section 8 affidavit alone...................... 100
Per class section 15 affidavit alone 100
All petitions to Commissioner............ 100
Cancellation opposition per class...... 200
TTAB appeal ............cccne....c. 100
Certified copies........cooerovrreeccrcrenceennirecneennenens teareseseeesnanirrans 10
Copies of trademarks e eeteteeiteueieetetereatesetesrseteatetet i s srantartateseerareanasesranen 1
ASSIENIMENES ....coeerenreeeneenieneecsnercseeenesstesenensansesns (O]

1 100 plus for each mark in addition to 1.’

Section 3(d) also permits the Commissioner of Patents to accept
late payment of maintenance fees where it is established that the
delay in payment was unavoidable.
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Section 4 permits the Commissioner of Patents and Trademarks
to appoint temporary examiners in chief for the Board of Patent
Appeals to deal more flexibly with workload. :

-Section 5 permits late filing of the oath and fee accompanying
submission of specifications and drawings which accompany patent
claims.

Section 6 permits greater flexibility in correcting mistakes in the
naming of inventors on a patent application.

Section 7 allocates funds from the Patent and Trademark Office
to the Department of State to pay the financial obligations of ad-
ministering the Patent Cooperation Treaty.

Section 8 clarifies the Trademark law with respect to what con-
stitutes use of a mark “in commerce”. A

Section 9 deletes the burdensome technical requirement that
trademark oppositions be verified.

Section 10 makes the date of registration rather than the date of
publication the crucial date for purposes of establishing the incon-
testability of a trademark. This eliminates an ambiguity in the
present law.

Section 11 limits the declaration of interferences under the
trademark law to situations where extraordinary circumstances
exist.

Section 12 authorizes the Commissioner of the Patent and Trade-
mark Office the flexibility to deal with problems of delay in filing
due to postal service breakdowns.

Section 13 permits the Commissioner of Patents to enter into co-
operative studies, programs, exchanges and similar ventures associ-
ated with the administration of the Patent Office.

Section 14 conforms U.S. Patent and Trademark Law to a recent
international treaty governing diplomatic or consular legalization
of documents.

Section 15 corrects a mistaken citation in P.L. 96-517.

Section 16 creates a uniform term for design patents.

Section 17 establishes the effective dates for provisions of the
Act. Increased filing fees would apply to all applications made on
or after the date of enactment of H.R. 6260.

Section 18 permits voluntary arbitration of patent disputes.

SECTION-BY-SECTION ANALYSIS

SECTION 1

This section authorizes appropriations for the Patent and Trade-
mark Office for the payment of salaries and necessary expenses of
the Office. For Fiscal Year 1983, this section authorizes appropri-
ations of $76,000,000, and in fiscal years 1984 and 1985 such sums
as may be necessary, as well as such additional and supplemental
amounts as may be necessary to cover any increases in salary, pay,
retirement, or employee benefits which may be authorized by law.
Funds made available by these appropriations are to be used to
reduce by 50 per centum the amount of the fees to be paid under
title 35, United States Code, section 41(a) and (b) by independent
inventors and nonprofit organizations as defined in regulations es-
tablished by the Commissioner of Patents and Trademarks, and by
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small business concerns as defined in section 3 of the Small Busi-
ness Act and by regulations established by the Small Business Ad-
ministration.

In addition, fees collected pursuant to title 35, United States
Code, and the Trademark Act of 1946, as amended (15 U.S.C. 1051
et seq.), will augment the authorized appropriation to provide the
resources needed to conduct the operations of the Office for fiscal
year 1983. The total resources for the Office in fiscal year 1983,
that is, the amount appropriated pursuant to this section plus fees
collected pursuant to the patent and trademark laws, which will be
available to the Office, are estimated to be $154,934,000. The corre-
sponding levels for fiscal year 1984 and fiscal year 1985 are esti-
mated in the President’s Budget to be $167 million and $176 mil-
lion, respectively. Any additional amounts to cover increases in
salary, pay, retirement, or other employee benefits which may be
authorized by law will be in addition to, and will therefore in-
crease, those program levels. Finally, any funds appropriated pur-
suant to this section and all fees collected, when specified in an ap-
propriation act, will remain available without any fiscal year limi-
tation.

SECTION 2

This section provides that, notwithstanding any other provision
of law, there is authorized to be appropriated to the Patent and
Trademark Office for fiscal year 1982, $§121,461,000 and such addi-
tional or supplemental amounts as may be necessary for increases
in salary, pay, retirement, or other employee benefits authorized by
law. This section increases the amount authorized for the Patent
and Trademark Office by $2.5 million over that authorized in
Public Law 97-35. The President is recommending a supplemental
appropriation of $2,500,000 for the Patent and Trademark Office
for fiscal year 1982 in order to carry out the program recommenda-
tions included in his fiscal year 1983 Budget.

SECTION 3

This section establishes certain statutory fees which are to be
charged by the Commissioner and authorizes the Commissioner to
establish other fees whose amounts are not specifically set. Thus,
the major routine fees which are applicable to patents and patent
application processing are established (e.g., filing, issuance, and
maintenance fees). The Commissioner is authorized to establish
fees for all other processing, services, or materials related to pat-
ents which are not specifically established by statute. The process-
ing and service fees, which would include such items as fees for
filing various petitions to the Commissioner relating to the process-
ing of patent applications, would be established at a level to recov-
er the estimated average costs to the Office. A more specific discus-
sion of the various provisions of this section is set forth below.

Section 3(a) amends section 41(a) of title 35 to provide the
amounts of the fees for filing and issuance of patent applications.
In addition, the section includes provisions for increasing the filing
fees due to increased complexities presented by certain applica-
tions, e.g., applications containing more than a specified number of
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claims and any application containing a multiple dependent claim.
The section also provides that fees will be charged when the
number of claims is increased above the specified number or when
a multiple dependent claim is first presented, whether on filing or
at a later point in processing. .

Under section 41(a)l, the filing fee for an original patent, except
in design or plant cases, is $300. In addition, on filing or on presen-
tation at any other time, $30 is due for each claim in independent
form which is in excess of three, $10 is due for each claim (whether
independent or dependent) which is in excess of twenty, and $100 is
due for each application containing a multiple dependent claim.
The latter fee is a one-time charge per application due the first
time a multiple dependent claim is presented for examination. For
the purpose of computing fees, a multiple dependent claim as re-
ferred to in section 112 of title 35, United States Code, or any claim
depending therefrom, will be considered as separate dependent
claims in accordance with the number of claims to which reference
1s made. Under the section, errors in payment of the additional
fees may be rectified in accordance with regulations of the Commis-
sioner. This will enable the Commissioner to establish regulations
whereby patent applicants may correct, without prejudice, errors
in payment of the additional fees, i.e., those in addition to the basic
fees established. _

Under section 41(a)2, the fee for issuing all original and reissue
patents, except in design or plant cases, would be a uniform amount -
of $500. No supplemental issue fees are required.

Section 41(a)3 establishes fixed fees for filing applications for,
and issuance of design and plant patents. For design patent cases,
the filing fee would be $125 and the issue fee $175. For plant
patent cases, the filing fee would be $200 and the issue fee $250.

Section 41(a)4 relates to fees in reissue cases and establishes a fee
of $300 for filing each application for the reissue of a patent. In ad-
dition, on filing or on presentation at any other time, $30 is due for
each claim in independent form which is ir: excess of the number of
independent claims of the original patent, and $10 is due for each
claim (whether independent or dependent) which is in excess of
twenty and also in excess of the number of claims of the original
patent. Errors in payment of the additional fees may be rectified in
accordance with regulations of the Commissioner.

Under section 41(a)5, a fee of $50 would be established for filing
each disclaimer in a patent or patent application.

Sectionz41(a)6 establishes a fee due on filing an appeal from the
examiner to the Board of Appeals of $115. In addition, a fee of $115
is due on filing a brief in support of the appeal, and a fee of $100 is
due for requesting an oral hearing before the Board of Appeals.

Section 41(a)7 establishes two different fees for filing petitions
with different standards to revive abandoned patent applications.
The same two fees are applicable to petitions to accept the delayed
payment of the fee for issuing a patent. The fees set forth in this
section are due on filing the petition. Since the section provides for
two alternative fees with different standards, the section would
permit the applicant seeking revival or acceptance of a delayed
payment of the fee for issuing a patent to choose one or the other
of the fees and standards under such regulations as the Commis-
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sioner may establish. Under the section the Commissioner could es-
tablish time limits within which petitions under each of the differ-
ent fees and standards can be filed. The section establishes a fee of
$500 for filing each petition for revival or for acceptance of the de-
layed payment of an issue fee where the abandonment or the fail-
ure to pay the issue fee is unintentional. In order to prevent abuse
and injury to the public the Commissioner could require a terminal
disclaimer equivalent to the period of abandonment and could re-
quire applicants to act promptly after becoming aware of the aban-
donment. The section establishes a fee of $50 for filing a petition
under sections 133 or 151 of title 35 in accordance with standards
presently in effect requiring that the delay resulting in the aban-
donment, or the delay in payment of the issue fee, be unavoidable.
Under this section a petition accompanied by either a fee of $500 or
a fee of $50 would not be granted where the abandonment or the
failure to pay the fee for issuing the patent was intentional as op-
posed to being unintentional or unavoidable. This section would
permit the Commissioner to have more discretion than present law
to revive abandoned applications and accept late payment of the
fee for issuing a patent in appropriate circumstances.

Section 41(a)8 establishes fees for the filing of petitions for exten-
sions of time. Various time periods are set by the Office for taking
actions on matters relating to patent applications. These time peri-
ods are set pursuant to statute or by regulations established by the
Commissioner under the authority granted to the Commissioner by
statute. This section would provide for fees for filing petitions to
extend the time periods set pursuant to statute or by regulations
for taking action within any limitations set by statute.

A fee of $50 is established for filing a request for a first one
month extension of time, an additional fee of $100 for filing a re-
quest for a second one month extension of time which would expire
two .months after the end of the time period set for taking action,
and an additional fee of $200 for filing a request for a third one
month extension of time which would expire three months after
the end of the time period set for taking action. A subsequent or
fourth extension could be requested if additional time was availa-
ble under the statute. In no case could a period be extended beyond
the maximum time set by statute.

The Commissioner may issue regulations providing when, within
any maximum period permitted by statute, petitions for extensions
of time, and the required fee therefor, may be filed. This section
does preclude the Commissioner from waiving the fee for filing a
petition for an extension of time where the Office extends the
period due to equity considerations or sufficient cause.

Section 41(b) provides that the Commissioner charge the follow-
ing fees for maintaining a patent other than a design or plant
patent, in force: at three years and six months after grant, $400; at
seven years and six months after grant, $800; and at eleven years
and six months after grant, $1,200. Unless payment of the applica-
ble maintenance fee is received in the Patent and Trademark
Office on or before the date the fee is due or within a grace period
of six months thereafter, the patent will expire as of the end of
such grace period. The Commissioner may require the payment of
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a surcharge as a condition of accepting within such six-month
grace period the late payment of a maintenance fee.

In order to avoid an inequitable loss of patent rights, the Com-
missioner is given the authority to accept payment of any mainte-
nance fee after the six-month grace period if it is established that
the delay in payment was unavoidable. It is intended that the Com-
missioner will issue regulations establishing guidelines for accept-
ance of late payment. After the expiration of a reasonable period of
time, the patentee would bear a heavy burden of proof that the
delay was unavoidable. A surcharge may be imposed by the Com-
missioner as a precondition to acceptance of a late fee. This sur-
charge may be in addition to any surcharge imposed for payment
during the grace period.

A provision is included to protect the rights of one who began
using or who took steps tc begin use of a patent which expired for
failure to pay a maintenance fee and which was subsequently rees-
tablished by acceptance of the late payment. The intervening
rights provision in section 41(cX2) is similar to the intervening
rights provision in 35 U.S.C. 252 concerning reissued patents.

Section 41(d) provides that the Commissioner establish fees for
all other processing services, or materials related to patents not
specified in section 41 at an amount calculated to recover the esti-
mated average cost to the Office of such processing, services, or ma-
terials. Such processing and other services includes, but is not lim-
ited to, the processing of various petitions desiring certain actions
to be taken regarding patent applications, recording of assign-
ments, reexamination of patents and the processing of internation-
al applications. Fees for materials include the price of patent
copies, certifications and other copying services. The yearly fee for
providing a library specified in section 13 of title 35 with uncerti-
fied copies of the specifications and drawings for all patents issued
in that year is set at $50. ’

Section 41(f) provides that the fees established in subsections (a)
and (b) of section 41 may be adjusted by the Commissioner on Octo-
ber 1, 1985, and every third year thereafter, to reflect any fluctu-
ations occurring during the previous three years in the Consumer
Price Index, as determined by the Secretary of Labor. Changes of
less than one per centum may be ignored by the Commissioner in
making such adjustments.

Subsection (a) of section 31 of the Trademark Act of 1946, as
amended (15 U.S.C. 1113), is being changed to grant the Commis-
sioner discretion to establish the level of recovery of office costs re-
lated to trademarks. It is expected that the Commissioner will set
the fees in a way that the filing fee will be kept as low as possible
to foster use of the Federal registration system. This may require
that other fees for services or materials related to trademarks re-
cover more than their actual estimated cost in order that the Com-
missioner achieve in the aggregate adequate cost recovery for the
entire trademark operation.

A provision is inserted in section 42(c) of title 35 in order to
ensure that the trademark fees collected are used to fund trade-
mark operations only and not the processing of patent applications.
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SECTION 4

Section 3 of title 35 is amended by deleting specific reference to
the number of examiners-inchief in the first sentence. Elimination
of the upper limit on the number of permanent members of the
Board of Appeals would provide greater flexibility in filling most of
its personnel needs, thereby avoiding an excess of examiner details.
The authority to appoint acting examiners-inchief, however, is
maintained in order that temporary fluctuations in the workload of
the Board may be accommodated.

SECTION 5

Under revised section 111 of title 35, the filing date of an applica-
tion would be that on which the specification and any required
drawings are received by the Patent and Trademark Office. The
oath or declaration and filing fee could be submitted at such later
time as established by the Commissioner, without any loss of the
original filing date. Under the amendment, an applicant could
either file the oath or declaration (including the applicant’s signa-
ture) and fee together with an application or submit them at a
later time as determined by the Commissioner.

The section would also authorize the imposition of a surcharge as
a condition for accepting filing of the oath of payment of the filing
fee after the filing date of the application. Since an application
filed without the oath or declaration would not be signed or
“made” by the applicant, the amendment permits a patent attor-
ney or agent, authorized by the applicant, to submit the specifica-
tion and drawings for the purpose of obtaining a filing date. Should
the applicant, however, fail to file the oath or declaration, or pay
the filing fee within the time limits set by the Commissioner, the
application would be regarded as having been abandoned.

SECTION 6

The third paragraph of section 116 of title 35 is amended to en-
large the possibilities for correcting misnamed inventive entities.
As a consequence, correction would be permitted also in cases
where the person originally named as inventor was in fact not the
inventor of the subject matter contained in the application. If such
error occurred without any deceptive intention on the part of the
true inventor, the Commissioner would have the authority to sub-
stitute the true inventor for the erroneously named person. Al-
though probably rarer, instances such as changes from a mistaken-
ly identified sole inventor to a different, but actual, joint inventors,
conversions from erroneously identified Joint inventors to different
but actual, joint inventors, and conversions from erroneously iden-
tified Jomt inventors to a dlﬁ'erent but actual, sole inventor would
also be permitted. In each instance, however, the Commissioner
must be assured of the presence of innocent error, without decep-
tive intention on the part of the true inventor or inventors, before
permitting a substitution of a true inventor’s name.

The ability to receive a filing date based on a specification and
drawings without signature as set forth in revised section 111 of
title 35, and to file the oath or declaration and pay the filing fee

H.Rept 97-542 0 - 2
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within such period as determined by the Commissioner is also
available to joint inventors. .

Section 256 of title 35, which is a companion to section 116,
would be amended to similarly enlarge the possibilities for correc-
tion of misnamed inventors in issued patents.

SECTION 7

Section 6(d) of title 35, which provides for the allocation of appro-
priated Patent and Trademark Office funds to the Department of
State for payment of United States financial obligations under the
Patent Cooperation Treaty, is deleted. The Department of State has
traditionally assumed responsibility for financial obligations for in-
ternational agreements to which the United States adheres.

SECTION 8

Secticn 8(a) of the Trademark Act is amended to clarify that the
continued use required to be shown in the sixth year be use “in
commerce”. Although it is believed by some that omission of the
words ‘“in commerce” may have been inadvertent in the 1946 Act,
this section has been interpreted so that use in a foreign country,
or use in intrastate commerce, is sufficient. Such interpretation is
fundamentally in conflict with other requirements of the Act.

Section 8(b) of the Act is also amended to clarify that the contin-
ued use required to be shown in the sixth year be use “in com-
merce”. Although it is believed by some that omission of the words
“in commerce” may have been inadvertent in the 1946 Act, this
section has interpreted so that use in a foreign country, or use in
intrastate commerce, is sufficient. Such interpretation is funda-
mentally in conflict with other requirements of the Act.

Section 8(b) of the Act is also amended to clarify that the contin-
ued use required to be shown in the sixth year be use “in com-
merce” for registrations published under section 12(c) of the Act.
(This pertains to registrations issued under the Act of March 3,
1881 and the Act of February 20, 1905).

The word “still” has been deleted from section 8(a) and 8(b).
Thus, the owner of a registration issued on the basis of a foreign
registration under the provisions of section 44(e) of the Act will
have to submit an affidavit to the effect that the mark is in use in
commerce. Since the mark need not be used in commerce when it
is registered, the requirement cannot be required to state that it is
“still” in such use.

SECTION 9

Section 13 of the Trademark Act is amended to delete the re-
quirement that an opposition be verified. The sentence which al-
lowed an unverified application to be verified at a later date has
been deleted. In addition, a phrase has been added to make it clear
that any subsequent extension of time to file an opposition, beyond
the first extension, must be requested before the end of the preced-
ing extension.
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Section 14 of the Trademark Act would also be amended to
delete the requirement that a petition to cancel a registration be
verified.

SECTION 10

Section 15 of the Trademark Act is amended to change the term
“the publication” to ‘registration” in the first sentence. This
change makes the date of registration rather than the date of pub-
lication the crucial date for purposes of incontestability. It will also
make section 15 consistent with sections 22 and 33 of the Act.

SECTION 11

Section 16 of the Trademark Act is amended to limit the declara-
tion of interferences to those situations where a petition to the
Commissioner shows that extraordinary circumstances exist.
Unless extraordinary circumstances exist, the rights of the parties
can be determined adequately by the existing opposition and can-
cellation procedures. Additionally, if an interference is declared be-
tween an application and a registration and the applicant wins, a
cancellation must still be initiated against the registration.

SECTION 12

A new subsection (a) has been added to section 21 of title 35 to
authorize, but not to require, the Commissioner of Patents and
Trademarks to give as the filing date of any paper or fee which is
required to be filed in the Patent and Trademark Office the date
on which the paper or fee was deposited with the United States
Postal Service. The Commissioner may also give as the filing date

" of any paper or fee which was required to be filed in the Patent

and Trademark Office the date it would have been deposited with
the United States Postal Service but for postal service interrup-
tions or emergencies which the Commissioner designates. The re-
quirements governing whether any given paper or fee may be
given the filing date of the day on which it was, or would have
been, deposited with the United States Postal Service will be set
forth in regulations established by the Commissioner.

Section 21(b) of title 35 is identical to existing section 21 with two
minor amendments. The word “federal” has been inserted before
the phrase “holiday within the District of Columbia” to clarify the
nature of the holiday.

SECTION 13

This section clarifies the authority of the Commissioner in sec-
tion 6(a) of title 35 to enter into a wide range of cooperative agree-
ments concerning the patent and trademark laws or the adminis-
tration of the Patent and Trademark Office. These agreements are
in addition to the exchange of publications authorized in 35 U.S.C.
11(b) and 12. These cooperative agreements may take the form of
studies, programs, exchanges, and other similar ventures. Thus, the
Patent and Trademark Office could, for example, exchange patent
copies, non-patent literature, tapes, or services in return for goods
or services of value to the Patent and Trademark Office.
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SECTION 14

The amendments of 35 U.S.C. 115 and Section 11 of the Trade-
mark Act of 1946 recognize the Hague ‘“‘Convention Abolishing the
Requirement of Legalization for Foreign Public Documents’” which
entered into force in the United States on October 15, 1981. The
Convention abolishes the requirement of diplomatic or consular le-
galization for foreign public documents which are sworn.to or ac-
knowledged by a notary public in any of the countries adhering to
the Convention. For documents executed by a notary public of all
other foreign countries, diplomatic or consular legalization will still
be required.

The amendment of 35 U.S.C. 261 is intended to give affirmative
effect to acknowledgments executed pursuant to the Hague Con-
vention.

SECTION 15

This section corrects an incorrect citation. Public Law 96-517
amended section 41 of title 35, United States Code, in a way which
eliminated 35 U.S.C. § 41(aX9). Unfortunately, section 13 of title 35,
United States Code, was not amended accordingly by Public Law
96-517. This section corrects that oversight.

SECTION 16

This section sets a umform term of fourteen years for all design
patents.

SECTION 17

Sections 17(a) and (c) specify the effective dates of the Act. Sec-
tion 17(a) also specifies that the maintenance fees provided for in
section 3(b) of this Act will only apply to patents in which the ap-
plication was filed on and after the date of enactment or to mainte-
nance fees later established by law.

Section 17(b) adds a sectlon 294 to title 35 providing for the vol-
untary arbitration of patent disputes by the parties to the dispute.
The section requires that the Commissioner be notified in writing
of an award made by an arbitrator or modified by a court. Such
notification will be entered in the record of the prosecution of the
patent.

At present, agreements to arbitrate some aspects of disputes aris-
ing under patent licenses are enforceable by the courts; however,
there have been court decisions that have disapproved arbitration
of disputes concerning patent validity or infringement. In this
regard, see, for example, Zip Mfg. Co. v. Pep Mfg. Co., 44 F.2d 184,
7 U.S.P.Q. 62 (D. Del. 1930) and %eckman Instruments Ine. v. Tech-
%%%g Developments Corp., 433 F.2d 55, 167 U.S.P.Q. 10 (7th Cir.

Partly as a reaction to those decisions, during the 93rd Congress
both the Department of Commerce and the Department of Justice
endorsed a provision specifically authorizing arbitration of validity
and infringement disputes. This provision, included in an omnibus
patent law revision bill, S. 2504, was never enacted due to the
many controversial aspects of that legislation.
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In the view of the Committee, a statutory authorization of volun-
tary agreements to arbitrate validity and infringement disputes
would benefit both the parties to these disputes and the public.

Statutory endorsement of arbitration agreements would assure
the parties that they could avail themselves of the numerous ad-
vantages of arbitration without the possibility of having to reargue
the dispute in court. The advantages of arbitration are many: it is
usually cheaper and faster than litigation; it can have simpler pro-
cedural and evidentiary rules; it normally minimizes hostility and
is less disruptive of ongoing and future business dealings among
the parties; it is often more flexible in regard to scheduling of
times and places of hearings and discovery devices; and, arbitrators
are frequently better versed than judges and juries in the area of
trade cusioms and the technologies involved in these disputes.

The enforcement of voluntary arbitration provisions would serve
the public in two ways. First, the availability of arbitration with its
numerous advantages will enhance the patent system and thus will
encourage innovation. This view is supported by the Committee for
Economic Development in their January 1980 statement entitled
“Stimulating Technological Progress.” Secondly, arbitration could
relieve some of the burdens on the overworked Federal courts.
Chief Justice Burger in his speech to the American Bar Association
on January 24, 1982, generally endorsed the use of arbitration to
reduce the judicial backlog. Also, I think it is important to note
that the American Bar Association’s Section on Patent, Trademark
and Copyright Law has endorsed court enforcement of arbitration
agreements calling for arbitration of validity and infringement.

The recommendations of the Secretary of Commerce to increase
substantially patent and trademark user fees were made on the
promise that such increases “will lay the groundwork for revitaliz-
ing the patent and trademark systems.” The Secretary committed
to three major goals: (1) to reach an average patent application
pendency time of 18 months by FY 1987, (2) to issue an examiner’s
first action on trademark registrability in three months and dispos-
al of an application within 13 months, and (3) to move realistically
toward a fully automated Office by the 1990’s. In accepting the Ad-
ministration’s recommendations on user fees, the Committee fully
expects the Administration to live up to its end of the bargain to
bring about a first-class Patent and Trademark Office. To provide
an opportunity for timely and effective Committee oversight of
progress toward improving the Patent and Trademark Office, the
Committee directs that the Secretary of Commerce report annually
to the Committee on progress toward achieving the three major
goals of the Patent and Trademark Office, as outlined above, and,
in addition, promptly inform the Committee at any time it appears
that any of the goals, for any reason, is viewed as not attainable.

OVERSIGHT STATEMENT

The Committee on the Judiciary has oversight responsibility over
the Patent and Trademark Office in the Department of Commerce.
In addition to its ongoing oversight, the Committee’s Subcommittee
on Courts, Civil Liberties and the Administration of Justice held an
oversight hearing with respect to the Patent and Trademark Office
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on March 4, 1981, published as Oversight Hearings Before the Sub-
committee on Courts, Civil Liberties and the Administration of Jus-
tice of the Committee on the Judiciary, House of Representatives,
Ninety-Seventh Congress, First Session on the Copyright Office,
The U.S. Patent and Trademark Office, and the Copyright Royalty
Tribunal. Serial No. 17. )

The Committee expects to continue its oversight activities in this
area.

STATEMENT OF THE BUDGET COMMITTEE

No statement has been received on H.R. 6260 from the House
Committee on the Budget.

STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE

Pursuant to clause 7, rule XIII of the Rules of the House of Rep-
resentatives and section 403 of the Congressional Budget Act of
1974, the following is the cost estimate of H.R. 6260, as amended,
prepared by the Congressional Budget Office.

U.S. CONGRESS,
CONGRESSIONAL BUDGET OFFICE,
Washington, D.C., May 13, 1982.

Hon. Perer W. RobinNo, Jr.,
Chairman, Committee on the Judiciary, House of Representatives,
Washington, D.C.

Dear MR. CHAIRMAN: Pursuant to Section 403 of the Congres-
sional Budget Act of 1974, the Congressional Budget Office has pre-
pared the attached cost estimate for H.R. 6260, a bill to authorize
appropriations to the Patent and Trademark Office in the Depart-
ment of Commerce, and for other purposes.

Should the Committee so desire, we would be pleased to provide
further details on this estimate.

Sincerely,
Arice M. RivLiN, Director.

CONGRESSIONAL BUDGET OFFICE, CoST ESTIMATE

1. Bill number: H.R. 6260.

2. Bill title: A bill to authorize appropriations to the Patent and
Trademark Office in the Department of Commerce, and for other
purposes.

3. Bill status: As ordered reported by the House Committee on
the Judiciary, May 11, 1982.

Bill purpose: H.R. 6260 would authorize 1982 appropriations at a
level § 2.5 million above the amount already appropriated, and
would provide a $76 million authorization level in 1983 to carry out
the activities of the Patent and Trademark Office (PTO). In addi-
tion, such sums as may be necessary are authorized for fiscal years
1984 and 1985, plus such additional or supplemental amounts as
may be necessary for increases in salary, pay, retirement, or other
benefits authorized by law for each fiscal year 1983 through 1985.
PTO would also have available for obligation offsetting fee collec-
tions as provided for in Public Law 96 517, plus the additional fees
as specified in H.R. 6260.
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Assuming enactment of H.R. 6260, total PTO collections over
time would result in recovery of approximately 100 percent of
patent and trademark processing costs. Individuals, small business-
es, and non-profit institutions would be exempt from the proposed
additional fees, however, but would continue to follow the fee
schedule outlined in P.L. 96-517, which assumes the ultimate re-
covery of approximately 50 percent of all processing costs.

The Presidnent’s 1982 budget includes a request for a $2.5 mil-
lion supplemental for the PTO. The Administration has recom-

- mended increasing user fees to ultimately recover 100 percent of

processing costs beginning in 1983, but does not provide for any ex-
emptions to the proposed fee increases relative to current law. The
effect of exemptions is to increase by approximately $8 million the
authorized level of appropriations relative to the Administration’s
request.

In addition, the bill would make a number of other changes that
are not expected to have a cost impact.

5. Cost estimate:

{By fiscal years, in millions of dollars)

1982 1983 1984 1985 1986

Authorization level:
Specified 25 760 s
Estimated 68 864 8 ..
Subtotal 25 828 864 868 ...
Total estimated outlays 24 618 824 828 5.5

Including outlays from appropriations to date for PTO, total 1982
outlays are estimated to be $121.5 million, and total 1983 outlays
are estimated to be $79.8.

The costs of this bill fall within budget subfunction 376.

6. Basis of estimate: The authorization levels for PTO for 1982
and 1983 are those specified in the bill. The estimate authorization
levels for 1984 and 1985 assume a level of funding sufficient to
maintain a program level of $167 million and $176 million, respec-
tively, including offsetting collections. In addition, authorization for
increases in pay and other benefits of approximately $6.8 million,
$7.4 million, and $7.8 million for fiscal years 1983 through 1985, re-
spectively, were estimated based on CBO’s current inflators. Out-
lays are based on historical spending patterns.

The estimated collections to PTO as a result of fees charged to
cover the costs of processing trademarks and patents were provided
by the agency, and assume the fee structure outlined in the bill.
The estimated collections, under current law and under H.R. 6260,
are shown in the table below.

1By fsza! yaars. 1 m "o ¢f €2ars]

1982 1983 1984+ 1985 1988

Estimated offsetting ccllections:
Current law 478 527 517
Added by H.R. 6260 312 353 393 e

Tota!—H.R. 6260 790 880 - 970 ...




16

7. Estimate comparison: None.

8. Previous CBO estimate: None. .

9. Estimate prepared by: Mary B. Maginniss.

10. Estimate approved by: C. G. Nuckols (James L. Blum, Assist-
ant Director for Budget Analysis).

CoMMITTEE VOTE

The Committee on the Judiciary ordered H.R. 6260 as amended
reported by a voice vote, without objection being heard, with a
quorum of Members being present. ‘

CHANGES IN ExisTING LAw MADE BY THE BILL, As REPORTED

In compliance with clause 3 of Rule XIII of the Rules of the
House of Representatives, changes in existing law made by the bill,
as reported, are shown as follows (existing law proposed to be omit-
ted is enclosed in black brackets, new matter is printed in italics,
existing law in which no change is proposed is shown in roman):

TITLE 35, UNITED STATES CODE
PART I—PATENT AND TRADEMARK OFFICE

* * * * * * *

CHAPTER 1—ESTABLISHMENT, OFFICERS, FUNCTIONS

* * * * * * *

" §3. Officers and employees

(a) There shall be in the Patent and Trademark Office a Commis-
sioner of Patents and Trademarks, a Deputy Commissioner, two
Assistant Commissioners, and [not more than fifteen] examiners-
in-chief appointed under section 7 of this title. The Deputy Commis-
sioner, or, in the event of a vacancy in that office, the Assistant
Comimnissioner senior in date of appointment shall fill the office of
Commissioner during a vacancy in that office until the Commis-
ioner is appointed and takes office. The Commissioner of Patents
and Trademarks, the Deputy Commissioner, and the Assistant
Commissioners shall be appointed by the President, by and with
the advice and consent of the Senate. The Secretary of Commerce,
upon the nomination of the Commissioner, in accordance with law
shall appoint all other officers and employees.

* * * * * * *

§ 6. Duties of Commissioner

(a) The Commissioner, under the direction of the Secretary of
Commerce, shall superintend or perform all duties required by law
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respecting the granting and issuing of patents and the registration
of trademarks; shall have the authority to carry on studies [and],
programs, or exchanges of items or services regarding domestic and
international patent and trademark law or the administration of the
Patent and Trademark Office; and shall have charge of property be-
longing to the Patent and Trademark Office. He may, subject to the
approval of the Secretary of Commerce, establish regulations, not in-
consistent with law, for the conduct of proceedings in the Patent and
Trademark Office.

(b) The Commissioner, under the direction of the Secretary of
Commerce, may, in coordination with the Department of State,
carry on programs and studies cooperatively with foreign patent of-
fices and international intergovernmental organizations, or may
authorize such programs and studies to be carried on, in connection
with the performance of duties stated in subsection (a) of this sec-
tion.

(c) The Commissioner, under the direction of the Secretary of
Commerce, may, with the concurrence of the Secretary of State,
transfer funds appropriated to the Patent and Trademark Office,
not to exceed $100,000 in any year, to the Department of State for
the purpose of making special payments to international intergov-
ernmental organizations for studies and programs for advancing in-
ternational cooperation concerning patents, trademarks, and relat-
ed matters. These special payments may be in addition to any
other payments or contributions to the international organization
and shall not be subject to any limitations imposed by law on the
amounts of such other payments or contributions by the Govern-
ment of the United States.

[(d) The Commissioner, under the direction of the Secretary of
Commerce, may, with the concurrence of the Secretary of State, al-
locate funds appropriated to the Patent Office, to the Department
of State for the purpose of payment of the share on the part of the
United States to the working capital fund established under the
Patent Cooperation Treaty. Contributions to cover the share on the
part of the United States of any operating deficits of the Interna-
tional Bureau under the Patent Cooperation Treaty shall be includ-
ed in the annual budget of the Patent Office and may be trans-
ferred by the Commissioner, under the direction of the Secretary of
Commerce, to the Department of State for the purpose of making
payments thereof to the International Bureau.]

x = * * = * L

§13. Copies of patents for public libraries

The Commissioner may supply printed copies of specifications
and drawings of patents to public libraries in the United States
which shall maintain such copies for the use of the public, at the
rate for each year’s issue established for this purpose in section
41[(@)9] (d) of this title.

* = * * * * *
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CHAPTER 2—PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE

* * * * * * *

§21. [Day for taking action falling on Saturday, Sunday, or holi-
day] Filing date and day for taking action.

(a) The Commissioner may by rule prescribe that any paper or fee
required to be filed in the Patent and Trademark Office will be con-
sidered filed in the Office on the date on which it was deposited
with the United States Postal Service or would have been deposited
with the United States Postal Service but for postal service interrup-
tions or emergencies designated by the Commissioner.

(b) When the day, or the last day, for taking any action or paying
any fee in the United States Patent and Trademark Office falls on
Saturday, Sunday, or a Federal holiday within the District of Co-
lumbia, the action may be taken, or the fee paid, on the next suc-
ceeding secular or business day.

* * * * * * *

CHAPTER 4—PATENT FEES

* * * * * * *

§ 41. Patent fees

[(a) The Commissioner of Patents will establish fees for the proc-
essing of an application for a patent, from filing through disposi-
tion by issuance or abandonment, for maintaining a patent in
force, and for providing all other services and materials related to
patpents No fee will be established for maintaining a design patent
in force.

[(b) By the first day of the first ﬁscal year beginning on or after
one calendar year after enactment of this Act, fees for the actual
processing of an application for a patent, other than for a design
patent, from filing through disposition by issuance or abandon-
ment, will recover in aggregate 25 per centum of the estimated
average cost to the Office of such processing. By the first day of the
first fiscal year beginning on or after one calendar year after en-
actment, fees for the processing of an application for a design
patent, from filing through disposition by issuance or abandon-
ment, will recover in aggregate 50 per centum of the estimated
average cost to the Office of such processing.

[(c) By the fifteenth fiscal year following the date of enactment
of this Act, fees for maintaining patents in force will recover 25 per
centum of the estimated cost to the Office, for the. year in which
such maintenance fees are received, of the actual processing all ap-
plications for patents, other than for design patents, from filing
through disposition by issuance or abandonment. Fees for main-
taining a patent in force will be due three years and six months,
seven years and six months, and eleven years and six months after
the grant of the patent. Unless payment of the applicable mainte-
nance fee is received in the Patent and Trademark Office on or
before the date the fee is due or within a grace period of six
months thereafter, the patent will expire as of the end of such
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grace period. The Commissioner may require the payment of a sur-
charge as a condition of accepting within such six-month grace
period the late payment of an applicable maintenance fee.

[(d) By the first day of the first fiscal year beginning on or after
one calendar year after enactment, fees for all other services or
materials related to patents will recover the estimated average cost
to the Office of performing the service or furnishing the material.
The yearly fee for providing a library specified in section 13 of this
title with uncertified printed copies of the specifications and draw-
ings for all patents issued in that year will be $50.]

(a) The Commuissioner shall charge the following fees:

1. On filing each application for an original patent, except in
design or plant cases, $300; in addition, on filing or on presentation
at any other time, $30 for each claim in independent form which is
in excess of three, $10 for each claim (whether independent or de-
pendent) which is in excess of twenty, and $100 for each application
containing a multiple dependent claim. For the purpose of comput-
ing fees, a multiple dependent claim as referred to in section 112 of
this title or any claim depending therefrom shall be considered as
separate dependent claims in accordance with the number of claims
to which reference is made. Errors in payment of the additional fees
may be rectified in accordance with regulations of the Commission-
er.
2. For issuing each original or reissue patent, except in design or
plant cases, $500.

3. In design and plant cases:

a. On filing each design application, $125.
b. On filing each plant application, $200.
c. On issuing each design patent, $175.

d. On issuing each plant patent, $250.

4. On filing each application for the reissue of a patent, $300; in
addition, on filing or on presentation at any other time, $30 for each
claim in independent form which is in excess of the number of inde-
pendent claims of the original patent, and $10 for each claim
(whether independent or dependent) which is in excess of twenty
and also in excess of the number of claims of the original patent.
Errors in payment of the additional fees may be rectified in accord-
ance with regulations of the Commissioner.

5. On filing each disclaimer, $50.

6. On filing an appeal from the examiner to the Board of Ap-
peals, $115; in addition, on filing a brief in support of the appeal,
8115, and on requesting an oral hearing before the Board of Ap-
peals, $100.

7. On filing each petition for the revival of an unintentionally
abandoned application for a patent or for the unintentionally de-
layed payment of the fee for issuing each patent, $500, unless the
petition is filed under sections 133 or 151 of this title, in which casz
the fee shall be $50.

8. For petitions for one-month extensions of time to take actions
required by the Commissioner in an application:

a. On filing a first petition, $50.
b. On filing a second petition, 5100.
c. On filing a third or subsequent petition, $200.
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() The Commissioner shall charge the following fees for main-

taining a patent in force:

1. Three years and six months after grant, $400.

2. Seven years and six months after grant, $800.

4. Eleven years and six months after grant, $1,200.
Unless payment of the applicable maintenance fee is received in the
Patent and Trademark Office on or before the date the fee is due or
within a grace period of six months thereafter, the patent will
expire as of the end of such grace period. The Commissioner may
require the payment of a surcharge as a condition of accepting
within such six-month grace period the iate payment of an applica-
ble maintenance fee. No fee will be established for maintaining a
design or plant patent in force.

(c)1) The Commissioner may accept the payment of any mainte-
nance fee required by subsection (b) of this section after the six-
month grace period if the delay is shown to the satisfaction of the
Commissioner to have been unavoidable. The Commissioner may re-
quire the payment of a surcharge as a condition of accepting pay-
ment of any maintenance fee after the six-month grace period. If the
Commussioner accepts payment of a maintenance fee after the six-
month grace period, the patent shall be considered as not having ex-
pired at the end of the grace period.

(2) No patent, the term of which has been maintained as a result
of the acceptance of a payment of a maintenance fee under this sub-
section, shall abridge or affect the right of any person or his succes-
sors in business who made, purchased or used after the six-month
grace period but prior to the acceptance of a maintenance fee under
this subsection anything protected by the patent, to continue the use
of, or to sell to others to be used or sold, the specific thing so made,
purchased, or used. The court before which such matter is in ques-
tion may provide for the continued manufacture, use or sale of the
thing made, purchased, or used as specified, or for the manufacture,
use or sale of which substantial preparation was made after the six-
month grace period but before the acceptance of a maintenance fee
under this subsection, and it may also provide for the continued
practice of any process, practiced, or for the practice of which sub-
stantial preparation was made, after the six-month grace period but
prior to the acceptance of a maintenance fee under this subsection,
to the extent and under such terms as the court deems equitable for
the protection of investments made or business commenced after the
six-month grace period but before the acceptance of a maintenance
fee under the subsection.

(d) The Commissioner will establish fees for all other processing,
services, or materials related to patents not specified above to recov-
er the estimated average cost to the Office of such processing, serv-
ices, or materials. The yearly fee for providing a library specified in
section 13 of this title with uncertified printed copies of the specifi-
cations and drawings for all patents issued in that year will be $50.

(e) The Commissioner may waive the payment of any fee for any
service or material related te patents in connection with an occa-
sional or incidental request made by a department or agency of the
Government, or any officer thereof. The Commissioner may provide
any applicant issued a notice under section 132 of this title with a
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copy of the specifications and drawings for all patents referred to
in that notice without charge. :

[() Fees will be adjusted by the Commissioner to achieve the
levels of recovery specified in this section; however, no patent ap-
plication processing fee or fee for maintaining a patent in force will
be adjusted more than once every three times.]

() The fees established in subsections (a) and (b) of this section
may be adjusted by the Commissioner on October 1, 1985, and every
third year thereafter, to reflect any fluctuations occurring during
the previous three years in the Consumer Price Index, as determined
by the Secretary of Labor. Changes of less than 1 per centum may be
ignored.

(g) No fee established by the Commissioner under this section
will take effect prior to sixty days following notice in the Federal
Register.

§ 42. Patent and Trademark Office funding

(a) All fees for services performed by or materials furnished by
the Patent and Trademark Office will be payable to the Commis-
sioner.

(b) All fees paid to the Commissioner and all appropriations for

defraying the costs of the activities of the Patent and Trademark
Office will be credited to the Patent and Trademark Office Appro-
priation Account in the Treasury of the United States, the provi-
§ions of section 725e of title 31, United States Code, notwithstand-
ing.
(c) Revenues from fees will be available to the Commissioner of
Patents to carry out, to the extent provided for in appropriation
Acts, the activities of the Patent and Trademark Office. Fees avail-
able to the Commissioner under section 31 of the Trademark Act of
1946, as amended (15 U.S.C. 1113), shall be used exclusively for the
processing of trademark registrations and for other services and ma-
terials related to trademari}:

(d) The Commissioner may refund any fee paid by mistake or any
amount paid in excess of that required.

PART II—PATENTABILITY OF INVENTIONS AND GRANT OF
PATENTS

* * * L3 * ® *

CHAPTER 11—APPLICATION FOR PATENT

* ® * * * * *

[§ 111. Application for patent

[ Application for patent shall be made by the inventor, except as
otherwise provided in this title, in writing to the Commissioner.
Such application shall include: (1) a specification as prescribed by
section 112 of this title; (2) a drawing as prescribed by section 113
of this title; and (3) an oath by the applicant as prescribed by sec-
tion 115 of this title. The application must be signed by the appli-
cant and accompanied by the fee required by law.]

Sec. 111. Application for patent shall be made, or authorized to
be made, by the inventor, except as otherwise provided in this title,
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in writing to the Commissioner. Such application shall include (1) a
specification as prescribed by section 112 of this title; (2) a drawing
as prescribed by section 113 of this title; and (8) an oath by the ap-
plicant as prescribed by section 115 of this title. The application
must be accompanied by the fee required by law. The fee and oath
may be submitted after the specification and any required drawing
are submitted, within such period and under such conditions, in-
cluding the payment of a surcharge, as may be prescribed by the
Commuissioner. Upon failure to submit the fee and oath within such
pescribed period, the application shall be regarded as abandoned,
unless it is shown to the satisfaction of the Commissioner that the
delay in submitting the fee and oath was unavoidable. The filing
date of an application shall be the date on which the specification
and any required drawing are received in the Patent and Trade-
mark Office.

* * * * * * *

§ 115. Oath of applicant

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solic-
its a patent; and shall state of what country he is a citizen. Such
oath may be made before any person within the United States au-
thorized by law to administer oaths, or, when, made in a foreign
country, before any diplomatic or consular officer of the United
States authorized to administer oaths, or before any officer having
an official seal and authorized to administer oaths in the foreign
country in which .the applicant may be, whose authority [shall
be] is proved by certificate of a diplomatic or consular officer of
the United States, or apostille of an official designated by a foreign
country which, by trealy or convention, accords like effect to apos-
tilles of designated officials in the United States, and such oath
shall be valid if it complies with the laws of the state or country
where made. When the application is made as provided in this title
by a person other than the inventor, the oath may be so varied in
form that it can be made by him.

§ 116. [Joint inventors] Inventors

When an invention is made by two or more persons jointly, they
shall apply for patent jointly and each sign the application and
make the required oath, except as otherwise provided in this title.

If a joint inventor refuses to join in an application for patent or
cannot be found or reached after diligent effort, the application
may be made by the other inventor on behalf of himself and the
omitted inventor. The Commissioner, on proof of the pertinent
facts and after such notice to the omitted inventor as he prescribes,
may grant a patent to the inventor making the application, subject
to the same rights which the omitted inventor would have had if
he had been joined. The omitted inventor may subsequently join in
the application.

Whenever [a person is joined in an application for patent as
joint inventor through error, or a joint inventor is not included in
an application through error] through error a person is named in
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an application for patent as the inventor, or through error an inven-
tor s not named in an application, and such error arose without
any deceptive intention on his part, the Commissioner may permit
the application to be amended accordingly, under such terms as he
prescribes.

* * * * * * *

CHAPTER 16—DESIGNS

* * * * * * *

§173. Term of design patent

[Patents for designs may be granted for the term of three years
and six months, or for seven years, or for fourteen years, as the ap-
plicant, in his apphcatlon, elects.]

Patents for designs shall be granted for the term of four-
teen years.

* = * * * N * *

PART III—PATENTS AND PROTECTION OF PATENT RIGHTS

* M * * * * *

CHAPTER 25—AMENDMENT AND CORRECTION OF
PATENTS

* * * * * * *

[8256. Misjoinder of inventor

I'Whenever a patent is issued on the application of persons as
joint inventors and it appears that one of such persons was not in
fact a joint inventor, and that he was included as a joint inventor
by error and without any deceptive intention, the Commissioner
may, on application of all the parties and assignees, with proof of
the facts and such other requirements as may be imposed, issue a
certificate deleting the name of the erroneously joined person from
the patent.

[Whenever a patent is issued and it appears that a person was a
joint inventor, but was omitted by error and without deceptive in-
tention on his part, the Commissioner may, on application of all
the parties and assignees, with proof of the facts and such other
requirements as may be imposed, issue a certificate adding his
name to the patent as a joint inventor.

[The misjoinder or nonjoinder of joint inventors shall not invali-
date a patent, if such error can be corrected as provided in this sec-
tion. The court before which such matter is called in question may
order correction of the patent on notice and hearing of all parties
concerned and the Commissioner shall issue a certificate according-

ly.]
§256. Correction of named inventor

Whenever through error a person is named in an issued patent as
the inventor, or through error an inventor is not named in an issued
patent and such error arose without and deceptive intention on his
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part, the Commissioner may, on application of all the parties and
assignees, with proof of the facts and such other requirements as
may be imposed, issue a certificate correcting such error.

The error of omitting inventors or naming persons who are not in-
ventors shall not invalidate the patent in which such error occurred
if it can be corrected as provided in this section. The court before
which such matter is called in question may order correction of the
patent on notice and hearing of all parties concerned and the Com-
missioner shall issue a certificate accordingly.

CHAPTER 26—OWNERSHIP AND ASSIGNMENT

* * * * * * *

§261. Ownership; assignment

Subject to the provisions of this title, patents shall have the attri-
butes of personal property.

Applications for patent, patents, or any interest therein, shall be
assignable in law by an instrument in writing. The applicant, pat-
entee, or his assigns or legal representatives may in like manner
grant and convey an exclusive right under his application for
patent, or patents, to the whole or any specified part of the United
States.

A certificate of acknowledgment under the hand and official seal
of a person authorized to administer oaths within the United
States, or, in a foreign country, of a diplomatic or consular officer
of the United States or an officer authorized to administer oaths
whose authority is proved by a certificate of a diplomatic or consul-
ar officer of the United States, or apostille of an official designated
by a foreign country which, by treaty or convention, accords like
effect to apostilles of designated officials in the United States, shall
be prima facie evidence of the execution of an assignment, grant or
conveyance of a patent or application for patent.

An assignment, grant or conveyance shall be void as against any
subsequent purchaser or mortgagee for a valuable consideration,
without notice, unless it is recorded in the Patent and Trademark
Office within three months from its date or prior to the date of
such subsequent purchase or mortgage.
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CHAPTER 29—REMEDIES FOR INFRINGEMENT OF PATENT,
AND OTHER ACTIONS

Sec.
281. Remedy for infringement of patent.

* * * * * * *
294. Voluntary arbitration.

* * * * * * *

§ 294. Voluntary arbitration

(a) A contract involving a patent or any right under a patent may
contain a provision requiring arbitration of any dispute relating to
patent validity or infringement arising under the contract. In the
absence of such a provision, the parties to an existing patent valid-
ity or infringement dispute may agree in writing to settle such dis-
pute by arbitration. Any such prouision or agreement shall be valid,
trrevocable, and enforceable, except for any grounds that exist at
law or in equity for revocation of a contract.

(b) Arbitration of such disputes, awards by arbitrators and confir-
mation of awards shall be governed by title 9, United States Code,
to the extent such title is not inconsistent with this section. In any
such arbitration proceeding, the defenses provided for under section
282 of this title shall be considered by the arbitrator if raised by
any party to the proceeding.

(c) An award by an arbitrator shall be final and binding between
the parties to the arbitration but shall have no force or effect on any
other person. The parties to an arbitration may agree that in the
event a patent which is the subject matter of an award is subse-
quently determined to be invalid or unenforceable in a judgment
rendered by a court to corpetent jurisdiction from which no appeal
can or has been taken, such award may be modified by any court of
competent jurisdiction upon application by any party to the arbitra-
tion. Any such modification shall govern the rights and obligations
between such parties from the date of such modification.

(d) When an award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the Com-
muissioner. There shall be a separate notice prepared for each patent
involved in such proceeding. Such-notice shall set forth the names
and addresses of the parties, the name of the inventor, .and the
name of the patent owner, shall designate the number of the patent,
and shall contain a copy of the award. If an award is modified by a
court, the party requesting such modification shall give notice of
such modification to the Commissioner. The Commissioner shall,
upon receipt of either notice, enter the same in the record of the
prosecution of such patent. If the required notice is not filed with
the Commissioner, any party to the proceeding may provide such
notice to the Commissioner.

(e) The award shall be unenforceable until the notice required by
subsection (d) is received by the Commissioner.

* * * * * * *
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TRADEMARK AcT OF 1946

* * * * * * *

Sec. 8 (a). Duration of registration—Cancelation at end of 6 years
unless affidavit of use filed

Each certificate of registration shall remain in force for 20 years:
Provided, That the registration of any mark under the provisions
of this Act shall be canceled by the Commissioner at the end of 6
years following its date, unless within 1 year next preceding the ex-
piration of such 6 years the registrant shall file in the Patient and
Trademark Office an affidavit showing that said mark is [still] in
use in commerce or showing that its nonuse is due to special cir-
cumstances which excuse such nonuse and is not due to any inten-
tion to abandon the mark. Special notice of the requirement for
such affidavit shall be attached to each certificate of registration.

Sec. 8(b). Cancelation of republished prior registrations unless af-
fidavit of use filed

Any registration published under the provisions of subsection (c)
of section 12 of this Act shall be canceled by the Commissioner at
the end of 6 years after the date of such publication unless within 1
year next preceding the expiration of such 6 years and registrant
shall file in the Patent and Trademark Office an affidavit showing
that said marks is [still] in use in commerce or showing that its
nonuse is due to special circumstances which excuse such nonuse-
and is not due to any intention to abandon the mark.

* * * * * * *

Sec. II. Acknowledgments and vertifications

Acknowledgments and verifications required hereunder may be
made before any person within the United States authorized by
law to administer oaths, or, when made in a foreign country, before
any diplomatic or consular officer of the United States or before
any official authorized to administer oaths in the foreign country
concerned whose authority [shall be] is proved by a certificate of
a diplomatic or consular officer of the United States, or apostille of
an official designated by a foreign country which, by treaty or con-
vention, accords like effect to apostilles of designated officials in the
United States, and shall be valid if they comply with the laws of
the state or country where made.

* * * * * * *

Sec. 13. Opposition to registration of marks on the Principal Reg-
ister

Any person who believes that he would be damaged by the regis-
tration of a mark upon the principal register may upon payment of
the required fee, file [a verified] an opposition in the Patent and
Trademark Office, stating the grounds therefor, within thirty days
after the publication under subsection (a) of section 12 of this Act
of the mark sought to be registered. Upon written request prior to
the expiration of the thirty-day period, the time for filing opposi-
tion shall be extended for an additional thirty days, and further ex-
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tensions of time for filing opposition may be granted by the Com-
missioner for good cause when requested prior to the expiration of
an extension. The Commissioner shall notify the applicant of each
extension of the time for filing opposition. [An unverified opposi-
tion may be filed by a duly authorized attorney, but such opposi-
tion shall be null and void unless verified by the opposer within a
reasonable time after such filing to be fixed by the Commissioner.}
An opposition may be amended under such conditions as may be
prescribed by the Commissioner.

Sec. 14. A [verified]} petition to cancel a registration of a mark,
stating the grounds relied upon, may, upon payment of the pre-
scribed fee, be filed by any person who believes that he is or will be
damaged by the registration of a mark on the principal register es-
tablished by this Act, or under the Act of March 3, 1881, or the Act
of February 20, 1905—

(a) within five years from the date of the registration of the
mark under this Act; or

(b) within five years from the date of publication under section
12(c) hereof of a mark registered under the Act of March 3, 1881, or
the Act of February 20, 1905; or

(c) at any time if the registered mark becomes the common de-
scriptive name of an article or substance, or has been abandoned,
or itg registration was obtained fraudulently or contrary to the pro-
visions of section 4 or of subsections (a), (b), or (¢) of section 2 of
this Act for a registration hereunder, or contrary to similar prohib-
itory provisions of said prior Acts for a registration thereunder, or
if the registered mark is being used by, or with the permission of,
the registrant so as to misrepresent the source of the goods or serv-
ices in connection with which the mark is used; or

(d) at any time if the mark is registered under the Act of
March 3, 1881, or the Act of February 20, 1905, and has not been
Rublished under the provisions of subsection (c) of section 12 of this

ct; or

(e) at any time in the case of a certification mark on the

ground that the registrant (1) does not control, or is not able legiti-
mately to exercise control over, the use of such mark, or (2) en-
gages in the production or marketing of any goods or services to
which the certification mark is applied, or (3) permits the use of
the certification mark for purposes other than to certify, or (4) dis-
criminately refuses to certify or to continue to certify the goods or
services ofy any person who maintains the standards or conditions
which such mark certifies:
Provided, That the Federal Trade Commission may apply to cancel
on the grounds specified in subsections (c) and (e) of this section
any mark registered on the principal register established by this
Act, and the prescribed fee shall not be required.

Sec. 15. Incontestability under certain conditions of right te use
mark

Except on a ground for which application to cancel may be filed
at any time under subsections (c) and (e) of section 14 of this Act,
and except to the extent, if any, to which the use of a mark regis-
tered on the principal register infringes a valid right acquired
under the law of any State or Territory by use of a mark or trade
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name continuing from a date prior to the date of [the publication]}
registration under this Act of such registered mark, the right of the
registrant to use such registered mark in commerce for the goods
or services on or in connection with which such registered mark
has been in continuous use for 5 consecutive years subsequent to
the date of such registration and is still in use in commerce, shall
be incontestable: Provided, That—

(1) there has been no final decision adverse to registrant’s
claim of ownership of such mark for such goods or services, or
to registrant’s right to register the same or to keep the same
on the register; and

(2) there is no proceeding involving said rights pending in
the Patent Office or in a court and not finally disposed of; and

(3) an affidavit is filed with the Commissioner within 1 year
after the expiration of any such 5-year period setting forth
those goods or services stated in the registration on or in con-
nection with which such mark has been in continuous use for
such 5 consecutive years and is still in use in commerce, and
the other matters specified in subsections (1) and (2) hereof;
and

(4) no incontestable -right shall be acquired in a mark which
is the common descriptive name of any article or substance,
patented or otherwise.

Subject to the conditions above specified in this section, the incon-
testable right with reference to a mark registered under this Act
shall apply to a mark registered under the Act of March 3, 1881, or
the Act of February 20, 1905, upon the filing of the required affida-
vit with the Commissioner within 1 year after the expiration of
any period of 5 consecutive years after the date of publication of a
mark under the provisions of subsection (c¢) of section 12 of this Act.

The Commissioner shall notify any registrant who files the
above-prescribed affadavit of the filing thereof.

Sec. 16. Interference

[Whenever application is made for the registration of a mark
which so resembles a mark previously registered by another, or for
the registration of which another has previously made application,
as to be likely when applied to the goods or when used in connec-
tion with the services of the applicant to cause confusion or mis-
take or to deceive, the Commissioner may declare that an interfer-
ence exists.] Upon petition showing extraordinary circumstances,
the Commissioner may declare that an interference exists when ap-
plication is made for the registration of a mark which so resembles
a mark previously registered by another, or for the registration of
which another has previously made application, as to be likely
when applied to the goods or when used in connection with the serv-
ices of the applicant to cause confusion or mistake or to deceive. No
interference shall be declared between an application and the reg-
istration of a mark the right to the use of which has become incon-
testable.

* L * * * * *

N
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§ 31. Fees

(a) The Commissioner of Patents will establish fees for the filing
and processing of an application for the registration of a trademark
or other mark and for all other services performed by and materi-
als furnished by the Patent and Trademark Office related to trade-
marks and other marks. [Fees will be set and adjusted by the
Commissioner to recover in aggregate 50 per centum of the esti-
mated average cost to the Office of such processing. Fees for all
other services or materials related to trademarks and other marks
will recover the estimated average cost to the Office of performing
the service or furnishing the material.J However, no fee for the
filing or processing of an application for the registration of a trade-
mark or other mark or for the renewal or assignment of a trade-
mark or other mark will be adjusted more than once every three
years. No fee established under this section will take effect prior to
sixty days following notice in the Federal Register.

(b) The Commissioner may waive the payment of any fee for any
service or material related to trademarks or other marks in con-
nection with an occasional request made by a department or
agency of the Government, or any officer thereof. The Indian Arts
and Crafts Board will not be charged any fee to register Govern-
ment trademarks of genuineness and quality for Indian products or
for products of particular Indian tribes and groups.

* * * * * Ll *
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