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By Mr. DECONCINTI (for himself

and Mr. HaTcR): :

S. 758. A bill to clarify that States,
instrumentalities of States, and offi-
cers and employees of States acting in
their official capacity, are subject to
suit in Federal court by any person for
infringement of patents andplant va-
riety protections, and that all the rem-
edies can be obtained in such suit that
can be obtained in a suit against a pri-
vate entity; to the Committee on the
Judiciary.

8. 759. A bill to amend certain trade-
mark laws to clarify that States, in-
strumentalities of States, and officers
and employees of States acting in
their official capacity, are subject to
suit in Federal court by any person for
infringement of trademarks, and that
all. the remedies can be obtained in
such suit that can be obtained in a suit
against a private entity; to the Com-
mittee on the Judiciary.

PATERT AND PLANT VARIETY . PROTECTION
REMEDY CLARIFICATION ACT AND TRADEMARK
REMEDY CLARIFPICATION ACT .

@ Mr. DECONCINI. Mr. President, .I

rise today to introduce two bills with

my colleague Senator HATcH that will
resolve the tension between Federal
intellectual property laws and the
11th amendment. The legislation we
are proposing will clarify Congress's
intent that ‘States not. be itmmune’
from patent infringement suits under -
the Patent ‘Code,.the Plant Variety:

Protection Act.of 1970,-or trademark:

remedies under- the -Lanham Aet. As

and 1 tnnoaueedberg‘mwo ‘last’ -
Te n’ -year
clarifying™

u,ls

Congress's:”
States® “be -subject 1o su!t nnder t.hé

Copyright Act of 1976 for copyright
infringement. That bill, the Copyright
Remedy Clarification Act, which is
now public law, was necessitated by
circuit court. opinions holding that
States are immune from prosecution
for infringement of copyright materi-
al. States continue to take advantage
of the sovereign immunity loophole
that remains in the Patent Code, the
Plant Variety Protection Act of 1970,
and the Lanham Act. The two bills we
are introducing today will cure these
deficiencies and finally harmonize
Federal intellectual property laws.
PATENT REMEDY CLARIFICATION

Last Congress, the Patent Remedy
Clarification Act passed the Senate
unanimously as an amendment to an-
other bil}, but the House failed to act
upon it. Section 2 of our bill reintro-
duces the amendments to the Patent
Code contained in last session’s bill be-
cause circuit courts continue to hold
that States are immune for infringe-
ment of patents.

I introduced the Patent Remedy
Clarification Act last Congress in re-
sponse to the Federal circuit decision
in Chew versus State of California. In
Chew an inventor’s suit against the
State of California for patent infringe-
ment was dismissed in Federal district
court when California asserted sover-
eign immunity under the 11th amend-
ment as a defense. In affirming the de-
cision, the Federal circuit ruled that
the Patent Code lacked the specificity
in language of congressional intent
that is necessary to abrogate 1llth
amendment immunity for a State. The
Supreme Court denied certiorari in
late 1990.

Unfortunately, the Chew case is no
longer an isolated case. Recently a
Federal appellate court relied upon
the Chew opinion in permitting an-
other State to escape liability for

_patent infringement. In Jacobs Wind

Electric Company, Inc. versus Florida
Department of Transportation, the
Federal circuit upheld a lower court’s
decision to dismiss an inventor’s
patent infringement case brought
against the Florida Department of
Transportation. The court held that
11th amendment immunity operates
to bar suit for patent infringement in
Federal court against a State.

With the passage of the Copyright
Remedy Clarification Act, Congress
closed the loophole in the law which
permitted States to escape liability for
copyright infringement. Congress
needs to -act again, for as the Chew
and Jacobs cases {llustrate, States are
still able to take advantage of Con-
gress’” faflure to clearly state its intent
in ‘the ‘Patent Code. These cases pre-
dict .an ominous future for patent
‘holders of ‘inventions that are benefi-
cial -to .States. Both the .Chew and
Jacobs: cases ;provide prime examples
of inventions that are ‘beneficial to the
States—in Chew, thé inventor.had ob-
tained'a patenton & process to test ex-.
“hanst fumes from automobiles, and in’
Ja.cobs the lnventor had obtained a

patent on a tidal flow system which
improves water quality. As State uni-
versities and State regulatory agencies
enter the race to commercialize scien-
tific discoveries, the cases in which the
soverelgn immunity defense is asserted
will grow in number.

As I stated when I introduced the
Copyright Remedy Clarification Act
and this measure last Congress, per-
mitting States to infringe patent
rights with impunity leads to the
anomalous result of State universities
being permitted to infringe private
universities’ copyrights and patents
but not visa versa. Thus, UCLA could
sue USC for copyright and patent in-
fringement, but USC could not sue
UCLA. Now, after the enactment of
the Copyright Remedy Clarification
Act, USC and other private citizens
can sue UCLA and the State for copy-
right infringement—but not for patent
infringement. There are, of course,
other detrimental effects for private
universities from the assertion of the
sovereign immunity defense. As State
and private universities vie for re-
search projects sponsored by indus-
tries, the sovereign immunity defense
will create an uneven playing field. A
private company looking to do re-
search in a competitive area will con-
sider a State university more favorably
as a research partner since that insti-
tute would be immune from a competi-
tor’s infringement suits.

There exists in this country, and
rightfully so, tremendous concern
about our global competitive position.
It is therefore contrary to our best in-
terests to limit protection for our in-
ventors from infringement. Moreover,
without the restoration of patent pro-
tection which this bill would provide,
we also greatly hamper efforts to
achieve international harmony of
patent laws. Many nations have patent
laws that include nonvoluntary licens-
ing and governmental-use provisions.
These provisions are merely devices

.for legal expropriation. How can we

achieve international harmony of
patent laws and free trade agreements
when we allow our State governments
to freely infringe patents? We cannot
sustain a position in which American
inventors will have to continue to ven-
ture into international markets unpro-
tected.

The purpose behind the constitu-
tional provision that sets out Con-
gress’ patent and copyright authority
is to encourage innovation. To fulfill
that goal, the patent and copyright
laws of this country must allow an in-
ventor to recoup his or her invest-
ment. It should not matter whether
the defendant in a patent infringe-
ment suit is a State or a private entity.

In either instance, the Patent Code.
must effectively protect the. constitu- -

tionally enshrined incentive t.o mvent.‘
PLANT VARIETY PROTECTION mmunon

‘Section 3 of the Patent .and Pla.nt.;
Variety Protection Act abrogates the-
sovereign immunity doctrine for the-
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Department. of’ Agriculture. Thzt act
provides. pratectfon for Mreeders af
novel varfeties of Hving plants that are

the Plant Variety Protection Act ave
ginxilar to remedies ppovided to imvern-
tors by the Patent Code. Protection
expires 18 years after the date of issa-
ance of a certificate of plamt variety
protection by the USDA's Plant Varie-

1y Protection Office. The policy rea-

sons for clarifying that States are sub-
ject to suit for infringement of plant
variety protection are similar ta the
reasons. for clarifying this point for
the. rest of the Federal intellectuad
property statutes.

K is. my understanding that ne liti-
gation has arisen to. date: under the
Plant Variety Protection: Act against
any State. However, a State could sue
cessfully assert sovereign immunnity as
a defense in a Plant Variety Protec-
tion Act suit, as it presently can in a
patent infringement suit. We must.
therefore aet to eliminate the sover-
eign immunity loophole currently
available to the States. By amending
the Plant Variety Protection Act now,
we can avoid any need for Congress to
revisit. the subject of sovereign immu-
nity for intellectual property cases.

Subsection (a) of section 3 makes
clear that the definition of infringe-
ment. in the Plant Variety Protection
Act covers acts of mfringement. per-
formed without authority by a State
goyernment. Subsection (b) adds: a new
section 130 to the Plant Variety Pro-
tection Act, analogous to the sections
proposed in this bill for the Patent
Code, stating explicitly that a State
government shall not be immune from
infringement under any doctrine -of
sovereign immunity, and that reme-
dies are available to the same extent
as remedies are available for violations
in suits against a private entity.

Mr. President, this bill will do noth-
ing more than what Congress already
intended to do when it passed the
Patent Code. Furthermore, with the
passage of the: Copyright Remedy
Clarification. Act,. it is quite clear that
Congress did nat intend to grant im-
munity to the States. Congress never
intended for the rights of patent
owners to be dependent upon the iden-
tity of the infringer. Witk this bill
Congress is merely fulfilling the Su-
preme Court’s new requirement for ab-
rogating 11th amendment immunity.

TRADEMARK REMEDY CLARTFPICATION

Legislation is alse needed to abro-

gate the States’ 11th amendment im-

munity for trademark. actions under

the Lanham Trademark Aet. Just as
with patents and copyrights, the
courts have held that absent an explic-
it exemption from Congress, States
are immune frem suit for violations of
trademark law.

Trademarks giffer from: patents and
copyrights in that actions for misap-

Sate: and common law. Nometheless,

.Sovereigr fmmumity renmins: & serfous.

concern. The remedies: availahle under
State and comman Iaws. are. so- Hmited
and. inconsistent as ta.be an, unsatis-
factory substitute for the Federak remn-
e&&m that wauld dﬂzcrwisc m avaﬂ

Reeem eourt actform broughﬁ tmder
the Lanham Act have held tirat States
are not Hable for trademark fafringe-
ment an the grounds of savereign. im~
munity. In Woelffer: versus. Happy
States of America, the BDistriet Court
of Illinois dismissed. a camse of actiom:
under section 43¢a) of the: Lamham Act
against the HNlineis Department of
Commerce and Community Affairs
and its director Woelffer on the
ground that the IIth amendment pro-
scribes a cause af action.. This Iegisla-
tion will provide in clear and unmis~
takable language that the States are
not protected. from infringing on the
rights of trademark.owners.

Mr. President, I see no reason why
bath these measures shauld not. move.
quickly through this Congress.. Last
Congress the Senate unanimously

passed the patent bill and the House

Judiciary Committee easily passed it
as well. Indeed, the House Judiciary
Subcommittee on Courts, Intellectual
Property, and the Administration of
Justice held a hearing on this BilT Iast

.Congress anad could: not find anyone to

testify against it. The time for legisla-
tion clarifying congressional intent
not to allow States to infringe upon
the rights of Intellectual property
owners is now.

¥ ask uwnamimous consent that the
full text of both bills be printed in the
RECORD.

There being nao objection, the mate-
rial was ordered to be printed in the
REecorpD, as follows:

S.578

Be. it enacted by the. Senate and House of
Representalives of the Uniled Stales af
Arnerica in Congress assembled,

SECTION t. SHORT TITLE

This Act may be cited as the “Patent and
Plant Variety Proteetion Remedy Clarifica-
tion Aet’’,

SEC. 2. 1JABILITY OF STATES. INSTRUMENTALITIES.
OF STATES. AND: STATE OFFICIALS
FOR INFRINGEMENT OF PATENTS.

(a) LiaBiLiTY AND REMEDIES.—(1) Section
271 of title 35, United States Code, is
'f_xmended by adding at the end the follow-

ng:

“(hy As used: in this section, the term:
‘whoever” includes any State, any instru-
mentality of a State; and any afficer or em-
ployee af a State or instrumentality of a
State acting in his official cepacity. Any
State. and. any such instrumentality, officer,
or employee. shall be suhject ta the provi-
sions of this title in the same manner and to.
the same extent. as any nongovernmental
entity.”.

(2) Chapter 29 of title 35, United States
Code, is amended by adding at the end the
following new section:.

“§ 296. Liability of States. instrumentalities of
States, and State officials. for infringentent. ef
patents
“¢a) In GENERAL—ANyY State;, any instru-

mentality of a State, and any officer or em-

.ment of a patent under gectforr 278, or

ployee of a State or Mameneamy o(a

ment. of the:. mcfon of' thes U‘iaer!.
States or under any other doctrine of sover- -
eign immunity, from suit in Federal court
by any person, including any governmental
ay. poRgoveynmental entfly, for Mnfringe-
any other viokatien axder thix titfe: - -

‘(b) REMEDIES.—In A.suif deseribed Br gud-
sectiom (ax for o siolation: descrided' i that.
subsection, remedies ¢(including remedies
both ot law and i equity) are available for
the violation to the same extent as such
semedies are svailable for such a viclatien
i a suit against any private entity. Suetr
remedies include damages, . interest, cests,
and treble- damages under section 284, attor
ney fees under section 285, and the additfon-
al remedy for infringement of design pat-
ents under section 289:",

(b)Y CONYORMING AMENDMENRT.—The tahle
of sections at. the begfmming of chapter 29 of
title 35, United States. Code; 5. amended by
adding.at the end the roIInwlnz new item:

“Sec. 296. Liability of Stat.es; instromental-.
ittes of States, amud State offi-
cigls for infringement of pat-
ents’’.

SEC. 3. LIABILITY OP STATES, INSTRUMENTALITIES

OF STATES, AND STATE OFFICIALS
FOR INFRINGEMENT OF PLANT VARL
ETY PROTECTION.

(a) INFRINGEMENT OF PLANT VARIETY PRO-
TEcTION.—Section 111 of the Plant .Variety
Protection Act. (7 U.S.C. 2541y [s amended—

(1) by inserting ‘‘(a)'” before “Exeept as
otherwise provided’ and

¢2) by adding at the end thereof the foIL
lowing new subsection:

“¢b) As used in this section, the term ‘per
form without authority’ includes perform-
ance without authority by any State, any in-
strumentality of & State, and any officer or:
employee of a State or instrumentality of a
State acting im his official capacity. Any
State, and any such instrumentality, officer,
or employee, shall be subject to the provi- -
sions of this. Act in the same manner and to
the same extent as any nongovernmental
entity.”™.

(b) LIABILITY OF STATES, INSTRUMENTAL-
ITIES OF STATES, AND STATE. OFFICIALS FOR InN-
FRINGEMENT OF PlaNT VARIETY PROTEC-
t108.—Chapter 12 of the Plant Variety Pro-
tection Act (T US.C. 2561 et seq.) Is amend-
ed by adding at the end thereof the tonow
ing new gsection:

“SEC. 130. LIABILITY OF STATES, INSTRUMENTAL-

ITIES OF' STATES, AND STATE OFFT-
CIALS-FOR INFRINGEMENT OF PLANT
VARIETY PROTECTION.

“¢a) Any State, any instrumentality of a
State, and any officer  or employee of =
State or instrumentality of a State acting in
his. official capacity, shall not be immume, -
under the eleventh amendment of the Con-
stitutionr of the United States or under any
other doctrine of sgvereign. Immunity, fram
suit in: Federal court by any person. inchud-
ing any governmental or pongovernmental
entity, for infringement aof plant varfety
protection under section.-ill, or for any
other vicddation under this tithe

“¢b) In & st described in subsection: ¢a)
for a violation deseribed im that subsection;,
remedies (including remedies both at law
and in equity) are available for the violstion
to the same extent as such remedies are
available for sueh a viclationr in a suit
against any private entity. Such remedies
include- damages; interest, costs. and treble
damages under section 124. and attorney
fees:under seetion 125."..
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SEC. 4. EFFECTIVE DATE.

The amendments made by this Act shall
take effect with respect to violations that
occur on or after the date of the enactment
of this Act.

8. 759

Be it enacted by the Senale and House of
Representatives of the Uniled States of
America in Congress assembled,

SECTION 1. SHORT TITLE.

This Act may be cited as the “Trademark
Remedy Clarification Act”.

SEC. 2. REFERENCE TO THE TRADEMARK ACT QF
1946,

Except as otherwise expressly provided,
whenever in this Act an amendment is ex-
pressed in terms ¢f an amendment to a sec-
tion or other provision, the reference shall
be considered to be made to a section or
other provision of the Act entitled “An Act
to provide for the registration and protec-
tion of trademarks used in commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purposes”,
approved July 5, 1946 (15 U.S.C. 1051 et

seq.) (commonly referred to as the Trade- -

mark Act of 1946).
SEC. 3. LIABILITY OF STATES, INSTRUMENTALITIES
OF STATES, AND STATE OFFICIALS.

(a) LIiaBiLity AND REMEDIES.—Section
32(1) of the Act (16 US.C. 1114(1)) is
amended by adding at the end thereof the
following:

“As used in this subsection, the term ‘any
person’ includes any State, any- instrumen-
tality of a State, and any officer or employ-
ee of a State or instrumentality of a State
acting in his or her official capacity. Any
State, and any such instrumentality, officer,
or employee, shall be subject to the provi-
sions of this Act in the same manner and to
the same extent as any nongovernmental
entity.”.

(b) LIABILITY OF STATES, INSTRUMENTAL-
ITIES OF STATES, AND STATE OFFICIALS.—The
Act is amended by
inserting after section 39 (15 U.S.C. 1121)
the following new section:

“Sec. 40. (a) Any State, instrumentality of
a State or any officer or employee of a State
or instrumentality of a State acting in his or
her official capacity, shall not be immune,
under the eleventh amendment of the Con-
stitution of the United States or under any
other doctrine of sovereign immunity, from
suit in Federal court by any person, includ-
ing any governmental or nongovernmental
entity for any violation under this Act.

“(b) In a suit described in subsection (a)
for a violation described in that subsection,
remedies (including remedies both at law
and in equity) are available for the violation
to the same extent as such remedies are
avallable for such a violation in a suit
against any person other than a State, in-
strumentality of a State, or officer or em-
ployee of a State or instrumentality of a
State acting in his or her official capacity.
Such remedies include injuctive relief under
section 34, actual damages, profits, costs and
attorney's fees under section 35, destruction

of Infringing articles under section 36, the

remedies provided for under section 32, 37,
38, 42 and 43, and for any other remedies
provided under this Act.”. :

(¢) FaLsg D=ESIGNATION OF ORIGIN AND
FALSE DescripTioNs FORBIDEN.—Section
43(a) of the Act (15 U.S C. 1125(3)) is
amended—

(1) by inserting “(1)” after “(a)" and

(2) by adding at the end thereof: -

“(2) As used in this subsection, the term

“'any. person’ includes any State, instrumen-
tality of a State or employee .of a State or -
mstrumentality of a State .acting in his or

her official capacity. Any State, and -any

such instrumentality, officer, or employee,
shall be subject to the provisions of this Act
in the same manner and to the same extent
as any nongovernmental entity.”.

(d) DEFINITION.—Section 45 of the Act (15
U.S.C. 1127) is amended by inserting after
the fourth undesignated paragraph the fol-
lowing:

“The term ’‘person’ also includes any
State, any instrumentality of a State, and
any officer or employee of a State or instru-
mentality of a State acting in his or her of-
ficial capacity. Any State, and any such in-
strumentality, officer, or employee, shall be
subject to the provisions of this Act in the
same manner and to the same extent as any
nongovernmental entity.”.

SEC. 4. EFFECTIVE DATE.

The amendments made by this Act shall
take effect with respect to violations that
occur on or after the date of the enactment
of this Act.e





