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SHORT TITLE

SECTION 1. This Act may be cited as the
"Patent Law Amendments Act of 1984".
TITLE I—PATENT IMPROVEMENT
PROVISIONS
USE OF PATENTED INVENTIONS OUTSIDE THE
UNITED STATES

SEC. 101. <a) Section 271 of title 35, United
States Code, is amended by adding at the
end thereof the following new subsections:
"(e) Whoever without authority imports
into or sells or uses within the United States
a product which is made in another country
by a process patented in the United States
shall be liable as an infringer. If the importation, sale, or use of the product occurs
during the term of such process patent.
"(f)(1) Whoever without authority supplies or causes to be supplied in or from the
United States all or a substantial portion of
the components of a patented invention,
where such components are uncombined in
whole or In part, in such manner as to actively induce the combination of such components outside of the United States in a
manner that would infringe the patent If
such combination occurred within the
United States, shall be liable as an infringer.
"(2) Whoever without authority supplies
or causes to be supplied in or from the
United States any component of a patented
Invention that is especially made or especially adapted for use in the invention and
not a staple article or commodity of commerce suitable for substantial noninfringing
use, where such component is uncombined
in whole or in part, knowing that such component is so made or adapted and Intending
that such component will be combined outside of the United States in a manner that
would infringe the patent if such combination occurred within the United States,
shall be liable as an infringer.".
(b) Section 287 of title 35, United States
Code, is amended by adding at the end
thereof the following: "No damages may be
recovered for an infringement under section
271(e) of this title unless the infringer was
on notice that the product was made by a
process patented in the United States.".
STATUTORY INVENTION REGISTRATION

PATENT LAW AMENDMENTS ACT
OP 1984
Mr. KASTENMEIER. Mr. Speaker, I
move to suspend the rules and pass
the bill (H.R. 6286), as amended.
The Clerk read as follows:
H.R.6286
Be it enacted by the Senate and House of
Representatives
of the United States of
America in Congress assembled.

SEC. 102. (a) Chapter 14 of title 35, United
States Code, is amended by adding at the
end thereof the following new section:
"§ 156. Statutory invention registration
"(a) Notwithstanding any other provision
of this title, the Commissioner is authorized
to publish a statutory invention registration
containing the specification and drawings of
a regularly filed application for a patent
without examination if the applicant—
"(1) meets the requirements of section 112
of this title;
"(2) has complied with the requirements
for printing, as set forth in regulations of
the Commissioner:
"(3) waives the right to receive a patent
on the invention within such period as may
be prescribed by the Commissioner; and
"(4) pays application, publication, and
other processing fees established by the
Commissioner.
If an interference is declared with respect to
such an application, a statutory invention
registration may not be published unless
the issue of priority of invention is finally
determined in favor of the applicant.
"(b) The waiver under subsection (a)(3) of
this section by an applicant shall take effect
upon publication of the statutory invention
registration.
"(c) A statutory invention registration
published pursuant to this section shall
have all of the attributes specified for patents in this title except those specified in

section 183 and sections 271 through 289 of
this title. A statutory invention registration
shall not have any of the attributes specified for patents in any other provision of
law other than this title. A statutory invention registration published pursuant to this
section shall give appropriate notice to the
public, pursuant to regulations which the
Commissioner shall issue, of the preceding
provisions of this subsection. The Invention
with respect to which a statutory invention
- certificate is published is not a patented invention for purposes of section 292 of this
title.".
(b) The table of sections at the beginning
of chapter 14 of title 35. United States Code,
is amended by adding at the end thereof the
following:
"156. Statutory invention registration.".
(c) The amendments made by this section
shall take effect six months after the date
of the enactment of this Act.
FILING OF APPLICATIONS IN FOREIGN COUNTRIES

SEC. 103. (a) Section 184 of title 35, United
States Code, is amended—
(1) in the third sentence—
(A) by striking out "inadvertently"; and
(B) by inserting "through error and without deceptive intent" after "filed abroad";
and
(2) by adding at the end thereof the following new paragraph:
"Subject to such conditions as the Commissioner may set by regulations, the scope
of a license shall permit subsequent modifications, amendments, and supplements containing additional subject matter when the
application upon which the request for the
license is based is not required to be made
available for inspection under section 181 of
this title."
(b) Section 185 of title 35, United States
Code, is amended by inserting immediately
before the period in the last sentence the
following: ", unless the failure to procure
such license was through error and without
deceptive intent, and the patent does not
disclose subject matter within the scope of
section 181 of this title".
(c) Section 186 of title 35, United States
Code, is amended by inserting "willfully"
after "whoever", the second place it appears.
PRIOR ART

SEC. 104. Section 103 of title 35, United
States Code, is amended by adding at the
end thereof the following:
"Subject matter developed by another
person, which qualifies as prior art only
under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability
under this section where the subject matter
and the claimed invention were, at the time
the invention was made, owned by the same
person or subject to an obligation of assignment to the same person.".
JOINT INVENTORS

S E C 105. (a) Section 116 of title 35, United
States Code, is amended by amending the
first paragraph to read as follows:
"When an invention is made by two or
more persons jointly, they shall apply for
patent jointly and each make the required
oath, except as otherwise provided in this
title. Inventors may apply for a patent
Jointly even though (1) they did not physically work together or at the same time, (2)
each did not make the same type or amount
of contribution, or (3) each did not make a
contribution to the subject matter of every
claim of the patent."
(b) Section 120 of title 35, United States
Code, is amended by striking out "by the
same inventor" and inserting in lieu thereof
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"which is filed by an inventor or inventors
named in the previously filed application".
ARBITRATION OF INTERFERENCES

SEC 106. Section 135 of title 35, United
States Code, is amended by adding at the
end thereof the following new subsection:
"(d) Parties to a patent Interference,
within such time as may be specified by the
Commissioner by regulation, may determine
such contest or any aspect thereof by arbitration. Such arbitration shall be governed
by the provisions of title 9 to the extent
such title is not inconsistent with this section. The parties shall give notice of any arbitration award to the Commissioner, and
such award shall, as between the parties to
the arbitration, be dispositive of the issues
to which it relates. The arbitration award
shall be unenforceable until such notice is
given. Nothing in this subsection shall preclude the Commissioner from determining
patentability of the invention involved in
the interference."
EFFECTIVE DATE

SEC 107. (a) Subject to subsections (b), (c),
(d) and (e) of this section, the amendments
made by this Act shall apply to all United
States patents granted before, on, or after
the date of enactment of this Act, and to all
applications foMJnited States patents pending on or filed after the date of enactment,
except that part of the Amendment made
by section 101 which adds section 271(e) to
title 35 shall only apply to patents granted
after the date of enactment.
(b) The amendments made by this Act
shall not affect any final decision made by
the court or the Patent and Trademark
Office before the date of enactment of this
Act with respect to a patent or application
for patent, if no appeal from such decision
is pending and the time for filing an appeal
has expired.
(c) Section 271(f) of title 35, United States
Code, added by section 101 of this Act shall
apply only to the supplying, or causing to be
supplied, of any component or components
of a patented invention after the date of enactment of this Act.
(d) No United States patent granted
before the date of enactment of this Act
shall abridge or affect the right of any
person or his successors In business who
made, purchased, or used prior to such effective date anything protected by the
patent, to continue the use of, or to sell to
others to be used or sold, the specific thing
so made, purchased, or used, if the patent
claims were invalid or otherwise unenforceable on a ground obviated by Section 103,
104 or 105 of this Act and the person made,
purchased, or used the specific thing In reasonable reliance on such Invalidity or unenforceability. If a person reasonably relied on
such Invalidity or unenforceability, the
court before which such matter is in question may provide for the continued manufacture, use, or sale of the thing made, purchased, or used as specified, or for the manufacture, use, or sale of which substantial
preparation was made before the date of enactment of this Act, and it may also provide
for the continued practice of any process
practiced, or for the practice of which substantial preparation was made, prior to the
date of enactment, to the extent and under
such terms as the court deems equitable for
the protection of investments made or business commenced before the date of enactment.
(e) The amendments made by this Act
shall not affect the right of any party in
any case pending in court on the date of enactment to have their rights determined on
the basis of the substantive law in effect
prior to the date of enactment.

TITLE II—PATENT AND TRADEMARK
OFFICE PROCEDURES

H10523

and notice of such cancellation shall be endorsed on copies of the patent distributed
after such cancellation by the Patent and
BOARD OF PATENT APPEALS AND INTERFERENCES
SEC. 201. (a) Section 7 of title 35, United Trademark Office.".
APPEALS AND CIVIL ACTIONS
States Code, is amended to read as follows:
SEC 203. (a) Section 141 of title 35, United
"§ 7. Board of Patent Appeals and Interferences
"(a) The examiners-in-chief shall be per- States Code, is amended—
(1) in the first sentence—
sons of competent legal knowledge and sci(A) by striking out "of the Board of
entific ability, who shall be appointed to the
competitive service. The Commissioner, the Patent Appeals may appeal" and inserting
Deputy Commissioner, the Assistant Com- In lieu thereof "In an appeal to the Board of
missioners, and the examiners-in-chief shall Patent Appeals and Interferences under secconstitute the Board of Patent Appeals and tion 134 of this title may appeal the decision"; and
Interferences.
(B) by striking out ", thereby waiving his
"(b) The Board of Patent Appeals and
Interferences shall, on written appeal of an right" and inserting in lieu thereof ". By
applicant, review adverse decisions of exam- filing such an appeal the applicant waives
iners upon applications for patents and his or her right";
shall determine priority and patentability of
(2) in the second sentence—
invention in interferences declared under
(A) by striking out "board of patent Intersection 135(a) of this title. Each appeal and ferences on the question of priority may
interference shall be heard by at least three appeal" and inserting in lieu thereof "Board
members of the Board of Patent Appeals of Patent Appeals and Interferences on the
and Interferences, who shall be designated Interference may appeal the decision";
by the Commissioner. Only the Board of
(B) by striking out "according to" and inPatent Appeals and Interferences has the serting In lieu thereof "in accordance with";
authority to grant rehearings.
and
"(c) Whenever the Commissioner consid(C) by striking out "he" and inserting in
ers it necessary, in order to keep current the lieu thereof "the party"; and
work of the Board of Patent Appeals and
(3) by amending the last sentence to read
Interferences, the Commissioner may desi- as follows:
gante any patent examiner of the primary
examiner grade or higher, having the requi- "If the appellant does not, within thirty
site ability, to serve as examiner-in-chief for days after filing of such notice by the adperiods not exceeding six months each. An verse party, file a civil action under section
examiner so designated shall be qualified to 146, the decision appealed from shall govern
act as a member of the Board of Patent Ap- the further proceedings in the case.".
(b) Section 145 of title 35, United States
peals and Interferences. Not more than one
of the members of the Board of Patent Ap- Code is amended—
(1) In the first sentence by striking out
peals and Interferences hearing an appeal
or determining an interference may be an "Appeals may" and inserting in lieu thereof
examiner so designated. The Secretary of "Patent Appeals and Interferences In an
Commerce is authorized to fix the pay of appeal under section 134 of this title may,";
each designated examiner-in-chief in the and
(2) in the second sentence by striking out
Patent and Trademark Office at not to
exceed the maximum rate of basic pay pay- "Appeals" and Inserting in lieu thereof
able for grade GS-16 of the General Sched- "Patent Appeals and Interferences".
ule under section 5332 of title 5. The rate of
(c) Section 146 of title 35, United States
basic pay of each Individual designated ex- Code, Is amended by striking out "board of
aminer-in-chief shall be adjusted, at the patent interferences on the question of priorclose of the period for which that Individual ity" and inserting In lieu thereof "Board of
was designated to act an examiner-in-chief, Patent Appeals and Interferences on the into the rate of basic pay with that individual terference".
would have been receiving at the close of
TECHNICAL AND CONFORMING AMENDMENTS
such period If such designation had not
SEC 204. (a) Section 41(aX6) of title 35,
been made.".
States Code, is amended—
"(b) The item relating to section 7 In the United
(1) by striking out "Appeals" each place it
table of sections at the beginning of chapter appears
and inserting in lieu thereof
1 of title 35, United States Code, is amended
Appeals and Interferences"; and
by striking out "Appeals" and inserting in "Patent
(2) by inserting "in the appeal" after "oral
lieu thereof "Patent Appeals and Interfer- hearing".
ences".
(b)(1) Section 134 of title 35. United States
INTERFERENCES
Code, is amended—
SEC. 202. Section 135(a) of title 35. United
(A) in the section caption by striking out
States Code, is amended to read as follows: "APPEALS" and inserting in lieu thereof
"(a) Whenever an application is made for "PATENT APPEALS AND INTERFERENCES"; and
a patent which, in the opinion of the Com(B) by striking out "Appeals" and insertmissioner, would interfere with any pending ing in thereof "Patent Appeals and Interferapplication, or with any unexpired patent, ences".
an interference may be declared and the
(2) The item relating to section 134 in the
Commissioner shall give notice of such dec- table of sections at the beginning of chapter
laration to the applicants, or applicant and 12 of title 35, United States Code, is amendpatentee, as the case may be. The Board of ed by striking out "Appeals" and inserting
Patent Appeals and Interferences shall de- in lieu thereof "Patent Appeals and Intertermine questions of priority of the inven- ferences".
tions and may determine questions of pat(c) Section 305 of title 35, United States
entability. Any final decision, If adverse to Code,
is amended by striking out "Appeals"
the claim of an applicant, shall constitute and inserting
in lieu thereof "Patent Apthe final refusal by the Patent and Trade- peals and Interferences".
mark Office of the claims involved, and the
AMENDMENTS TO OTHER PROVISIONS OF LAW
Commissioner may issue a patent to the applicant who is adjudged the prior inventor.
SEC 205. (a) Section 1295(a)(4)(A) of title
A final judgment adverse to a patentee from 28. United States Code, is amended by strikwhich no appeal or other review has been or ing out "Appeals or the Board of Patent"
can be taken or had shall constitute cancel- and Inserting in lieu thereof "Patent Aplation of the claims involved in the patent. peals and".
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(b) Section 152 of the Atomic Energy Act
of 1954 (42 U.S.C. 2182) is amended in the
third paragraph—
(1) by striking out "a Board of Patent
Interferences" and inserting in lieu thereof
"the Board of Patent Appeals and Interferences"; and
(2) by striking out "the Board of Patent
Interferences" and inserting in lieu thereof
"the Board of Patent Appeals and Interferences."
(c)(1) Section 305(d) of the National Aeronautics Space Act of 1958 (42 U.S.C.
2457(d)) is amended—
(A) by striking out "a Board of Patent
Interferences" and inserting in lieu thereof
"the Board of Patent Appeals and Interferences"; and
(B) by striking out "the Board of Patent
Interferences" and inserting in lieu thereof
"the Board of Patent Appeals and Interferences".
(2) Section 305(e) of the National Aeronautics and Space Act of 1958 (42 U.S.C.
2457(e)) is amended by striking out "a Board
of Patent Interferences" and inserting In
lieu thereof "the Board of Patent Appeals
and Interferences".
SAVINGS PROVISION

SEC. 206. Any individual who, on the effective date of this title, is an examiner-inchief of the Board of Patent Appeals of the
Patent and Trademark Office or an examiner of interferences of the Board of Patent
Interferences of such office shall be entitled
to continue in office as a member of the
Board of Patent Appeals and Interferences
of the Patent and Trademark Office as of
such effective date.
EFFECTIVE DATE

SEC. 207. Section 206 of this Act and the
amendments made by this title shall take
effect three months after the date of the
enactment of this Act.
TITLE III—NATIONAL COMMISSION ON
INNOVATION AND PRODUCTIVITY
ESTABLISHMENT

SEC. 301. There is hereby established a National Commission on Innovation and Productivity (hereinafter in this title referred
to as the "Commission").
MEMBERSHIP OF COMMISSION

SEC. 302. (a) The Commission shall be
composed of—
(1) three Members of the Senate appointed by the President of the Senate;
(2) three Members of the House of Representatives appointed by the Speaker of the
House of Representatives; and
(3) three members appointed by the President of the United States, one of whom the
President shall designate as Chairman.
Of the members appointed by the President,
one member should be an appropriate officer or employee of the United States, one
member should be an employer who employs inventors, and one member should be
an employed inventor.
(b) At no time shall more than two of the
members appointed under paragraph (1),
(2), or (3) of subsection (a) be persons who
are members of the same political party.
(c) Any vacancy in the Commission shall
not affect its powers but shall be filled in
the same manner in which the original appointment was made, and subject to the limitation set forth in subsection (b) with respect to the original appointment.
(d) Six members of the Commission shall
constitute a quorum, but a lesser number
may conduct hearings.
DUTIES OF THE COMMISSION
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ployed inventors. Such study shall include
an analysis of the various methods available
to inspire or stimulate individual and corporate innovation and productivity, including
an assessment of the techniques used in
other countries to achieve this objective.
Such study may include an assessment of
those aspects of other areas of intellectual
property law that inspire or stimulate such
innovation and productivity. The Commission shall make recommendations for such
revisions of the laws of the United States,
including the repeal of unnecessary or undesirable statutes, and such other changes as
the Commission considers will better foster
innovation and productivity.

Commission considers appropriate, except
that at least one such report shall be so submitted within one year after the date of the
enactment of this Act. The Commission
shall submit its final report on its activities
to the President and the Congress within
two years after such date of enactment. The
Commission shall cease to exist sixty days
after the date of the submission of its final
report.

COMPENSATION OF MEMBERS OF THE
COMMISSION

SEC. 309. There is authorized to be appropriated $1,000,000 to carry out this title.

SEC. 304. (a) A member of the Commission
who is a Member of Congress or a full-time
officer or employee of the United States
shall receive no additional compensation by
reason of his or her service on the Commission.
(b) Subject to amounts provided in advance in appropriations acts, a member of
the Commission from private life shall receive the daily equivalent of the annual rate
of basic pay payable for level III of the Executive Schedule for each day (including
travel time) during which such member is
engaged in the actual performance of duties
vested in the Commission, plus reimbursement for travel, subsistence, and other necessary expenses incurred in the performance of such duties, in accordance with subchapter I of chapter 57 of title 5, United
States Code.
DIRECTOR AND STAFF

SEC. 305. (a) The Commission shall have a
Director who shall be appointed by the
Commission and who shall be paid at a rate
not to exceed the rate of basic pay payable
for level IV of the Executive Schedule. The
Director, subject to the direction of the
Commission, shall supervise the activities of
persons employed by the Commission and
the preparation of the reports of- the Commission and shall perform such other duties
as may be assigned to the Director by the
Commission.
(b) The Commission may appoint and fix
the pay of such additional personnel as it
considers appropriate.
(c) The staff of the Commission may be
appointed without regard to the provisions
of title 5, United States Code, governing appointments in the competitive service, and
may be paid without regard to the provisions of chapter 51 and subchapter III of
chapter 53 of such title relating to classification and General Schedule pay rates,
except that no individual so appointed may
receive pay in excess of the maximum
annual rate of basic pay payable for GS-16
of the General Schedule.
(d) The Chairman of the Commission may
procure temporary and intermittent services
under section 3109(b) of title 5, United
States Code.
GOVERNMENT AGENCY COOPERATION

SEC. 306. The Commission is authorized to
request from any department, agency, or independent instrumentality of the Government any information and assistance it considers necessary to carry out its functions
under this title. Each such department,
agency, and instrumentality is authorized to
cooperate with the Commission and, to the
extent permitted by law, to furnish such information and assistance to the Commission.
REPORT OF THE COMMISSION; TERMINATION

SEC. 303. The Commission shall make a
SEC. 307. The Commission shall submit infull and complete review and study of the terim reports on its activities to the Presilevel of innovation and productivity of em- dent and the Congress at such times as the

ADMINISTRATIVE SERVICES

SEC. 308. The General Services Administration shall provide administrative services
for the Commission on a reimbursable basis.
AUTHORIZATION OF APPROPRIATIONS

EFFECTIVE DATE

SEC. 310. This title shall take effect on
January 21,1985.
TITLE IV—MISCELLANEOUS
PROVISIONS
INTERNATIONAL STAGE

SEC 401. (a) Section 361(d) of title 35,
United States Code, is amended in the first
sentence by Inserting "or within one month
after the date of such-filing" after "application".
(b) Section 366 of title 35, United States
Code, is amended—
(1) in the first sentence—
(A) by inserting "after the date of withdrawal," after "effect"; and
(B) by inserting before the period the following: ", unless a claim for the benefit of a
prior filing date under section 365(c) of this
part was made in a national application, or
an international application designating the
United States, filed before the date of such
withdrawal"; and
(2) in the second sentence by inserting
"withdrawn" after "such".
NATIONAL STAGE

SEC 402. (a) Section 371(a) of title 35,
United States Code, is amended—
(1) by striking out "is" and inserting in
lieu thereof "may be"; and
(2) by striking out ", except those filed in
the Patent Office".
(b) Section 371(b) of title 35, United
States Code, is amended to read as follows:
"(b) Subject to subsection (f) of this section, the national stage shall commence
with the expiration of the applicable time
limit under article 22 (1) or (2) of the
treaty.".
(c) Section 371(c)(2) of title 35. United
States Code, is amended—
(1) by striking out "received from" and inserting in lieu thereof "communicated by";
and
(2) by striking out "verified" before
"translation".
(d) Section 371(d) of title 35, United
States Code, is amended to read as follows:
"(d) The requirements with respect to the
national fee referred to in subsection (c)(1),
the translation referred to in subsection
(c)(2), and the oath or declaration referred
to in subsection (c)(4) of this section shall
be complied with by the date of the commencement of the national stage or by such
later time as may be fixed by the Commissoner. The copy of the international application referred to in subsection (cX2) shall
be submitted by the date of the commencement of the national stage. Failure to
comply with these requirements shall be regarded as abandonment of the application
by the parties thereof, unless it be shown to
the satisfaction of the Commissioner that
such failure to comply was unavoidable. The
payment of a surcharge may be required as
a condition of accepting the national fee re-
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ferred to in subsection (c)(1) the oath or
declaration referred to in subsection (c)(4)
of this section of these requirements are not
met by the date of the commencement of
the national stage. The requirements of subsection (c)(3) of this section shall be complied with by the date of the commencement of the national stage, and failure to do
so shall be regarded as a cancellation of the
amendments to the claims in the international application made under article 19 of
the treaty.".
(e) Section 372(b) of title 35. United States
Code, is amended—
(1) by striking out the period at the end of
paragraph (2) and inserting in lieu thereof
*'; and": and
(2) by adding at the end of thereof the following:
"(3) the Commissioner may require a verification of the translation of the international application or any other document
pertaining to the application if the application or other document was filed in a language other than English.".
(f) Section 372 of title 35, United States
Code, is amended by striking out subsection
(c).
(g) Section 376(a) of title 35, United States
Code, is amended by striking out paragraph
(5) and redesignating paragraph (6) as paragraph (5).

The SPEAKER pro tempore. Without objection, a second will be considered as ordered.
There was no objection.
The SPEAKER pro tempore. The
gentleman from Wisconsin [Mr. KASTENMEIER] will be recognized for 20
minutes, and the gentleman from California [Mr. MOORHEAD] will be recognized for 20 minutes.
The Chair recognizes the gentleman
from Wisconsin [Mr. KASTENMEIER].
(Mr. KASTENMEIER asked and was
given permission to revise and extend
his remarks 1
Mr. KASTENMEIER. Mr. Speaker, I
yield myself such time as I may consume.
Mr. Speaker, I am pleased to present
to the House H.R. 6286, the Patent
Law Amendments Act of 1984.
The Subcommittee on Courts, Civil
Liberties, and the Administration of
Justice of the Committee on the Judiciary, which I chair, has long had
direct legislative and oversight responsibilities for the American patent
system. Part of the subcommittee's job
is to secure for the owners of intellecTECHNICAL AMENDMENTS
tual property, including patent holdSEC. 403. (a) Title 35, United States Code, ers, a workable, efficient, and vigorous
is amended by striking out "Patent Office" set of laws to protect their creations.
each place it appears and inserting in lieu It is only through implementation of
thereof "Patent and Trademark Office".
the constitutional mandate of encour(b) The table of parts at the beginning of aging the sciences and the useful arts
title 35, United States Code, is amended by that we will be able to spur the invenadding at the end thereof the following:
tive spirit that has made our country a
"IV. Patent Cooperation Treaty
351".
world leader. Indeed, our ability to
PATENT FEES
foster innovation is a central element
SEC. 404. (a) Notwithstanding section 41 of to our national security, for without
title 35. United States Code, as in effect technological and scientific developbefore the enactment of Public Law 97-247 ments, we could not maintain our cur(96 Stat. 317), no fee shall be collected for rent standard of living or hope for the
maintaining a plant patent in force.
diminution of unemployment caused
(b) Notwithstanding section 41(c) of title by foreign competition.
35, United States Code, as in effect before
The patent law, like the copyright
the enactment of Public Law 97-247 (96
Stat. 317), the Commissioner of Patents and law, makes reward to the owner a secTrademarks may accept, after the six- ondary consideration. The stimulation
month grace period referred to in such sec- of creativity by providing large corpotion 41(c), the payment of any maintenance rations with more money or extended
fee due on any patent based on an applica- monopoly rights is not the paramount
tion filed In the Patent and Trademark goal of our intellectual property laws.
Office on or after December 12, 1980, and
before August 27, 1982. to the same extent Rather, the principal interest of the
as in the case of patents based on applica- United States and the primary object
tions filed in the Patent and Trademark of granting the monopoly lie in the
general benefits derived by the public
Office on or after August 27,1982.
from the work of creators.
TRADEMARK TRIAL AND APPEAL BOARD
The bill before us today satisfies the
SEC. 405. Section 3 of title 35, United
States Code, is amended by adding at the "public interest" test of patent law
reform. The bill is likely to be seen by
end thereof the following:
"(e) The members of the Trademark Trial most observers as mundane or techniand Appeal Board of the Patent and Trade- cal in nature. Each of the titles admark Office shall each be paid at a rate not dresses a specific, narrow concern in
to exceed the maximum rate of basic pay the patent law. However, without enpayable for GS-16 of the General Schedule actment of these housekeeping-orientunder section 5332 of title 5.".
ed measures, the patent system would
EFFECTIVE DATE
not be responsive to the challenges of
SEC. 406. (a) Section 404 of this Act and a changing world and the public would
the amendments made by section 403 of this not benefit from the release of creAct shall take effect on the date of the en- ative genius.
actment of this Act.
This bill was originally suggested, in
(b) The amendments made by sections
401. 402. and 405 of this Act shall take part, by the Commissioner of the
effect six months after the date of the en- Patent and Trademark Office, Assistant Secretary of Commerce, Gerald
actment of this Act.
The SPEAKER pro tempore. Is a Mossinghoff, and, in part, by an ad
hoc committee of patent law experts.
second demanded?
Mr. MOORHEAD. Mr. Speaker, I These individuals [Rudolph J. Anderson, Robert B. Benson, Donald W.
demand a second.
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Banner, Homer O. Blair, Harry P.
Manbeck. John E. Mauer, Pauline
(now Judge) Newman, Donald J.
Quigg. Richard C. Witte, Arthur R.
Whale] worked long and hard to
refine these proposals. The subcommittee is indebted to these individuals
for their work in the public interest.
Within the patent community, there
has been only a minimal amount of
controversy about most of the measures found in H.R. 6286.
Rather than present a lengthy statement about the bill's contents, I will
insert in the RECORD a "Section-bySection Analysis of H.R. 6286."
SECTION-BY-SECTION ANALYSIS OF H.R. 6286.
PATENT LAW AMENDMENTS ACT OF 1984

Section 1. The short title Is "Patent Law
Amendments Act of 1984."
TITLE I: PATENT IMPROVEMENT PROVISIONS

Use of patented inventions outside the
United States (process patents)
Section 101 makes two major changes in
the patent law to avoid encouraging manufacturing outside the United States. Section
101 is similar to H.R. 4526.
The first change concerns process patents.
Subsection (a) amends section 2$1 of the
patent law to add to the exclusive rights
provided by a patent the right to exclude
others from importing into' the United
States products produced by1 a process covered by the patent. The principal effect of
this change is to preventVcompetitors of a
patent owner from avoiding the patent by
practicing the patented process outside the
United States and marketing the resulting
product in this country. Like the coverage
of H.R. 4526 the bill extends only to products made in another country and subsequently imported into the United States.
The Committee assumes that in appropriate
cases the courts will use evidentiary presumptions to establish inferences concerning whether a product made in another
country was produced by the patent process.
Subsection (b) of section 101 adds to section
287 of the patent law a sentence requiring
that an alleged infringer, other than a manufacturer who practices the patented process in the United States, must be notified of
the infringement before damages can be recovered. The term "was on notice" means
through either notice received from the
patent owner or actual knowledge of infringement obtained from another source.
Notice may be proven If the alleged infringer was "willfully blind" about the existing
circumstances. See H. Rep. 96-1396 at 35-36.
The second major change made by section
101 will prevent copiers from avoiding U.S.
patents by supplying components of a patented product in this country so that the assembly of the components may be completed abroad. This proposal responds to the
United States Supreme Court decision In
Deepsouth Packing Co. v. Laitram. Corp.,
406 U.S. 518 (1972). concerning the need for
a legislative solution to close a loophole in
patent law.
In this regard, section 101 adds a new subsection 271(f) to the patent law. Subsection
271(f) makes it an infringement to supply
components of a patented invention, or to
cause components to be supplied, that are to
be combined outside the United States. In
order to be liable as an infringer under paragraph (f)(1), one must supply or cause to be
supplied "all or a substantial portion" of the
components in a manner that would infringe the patent if such a combination occurred within the United States." The term
"actively Induce" is drawn from existing
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subsection 271(b) of the patent law, which
provides that whoever actively induces
patent infringement is liable as an infringer.
Under paragraph (f)(1) the components
may be staple articles or commodities of
commerce which are also suitable for substantial non-infringing use, but under paragraph (f)(2) the components must be especially made or adapted for use in the invention. The passage in paragraph (f)(2) reading "especially made or especially adapted
for use in an infringement of such patent,
and not a staple article or commodity of
commerce suitable for substantial non-infringing use" comes from existing section
271(c) of the patent law, which governs contributory infingement. Paragraph (f)(2), like
existing subsection 271(c), requires the infringe to have knowledge that the component is especially made or adopted. Paragraph (f)(2) also contains a further requirement that infringers must have an intent
that the components will be combined outside of the United States in a manner that
would infringe if the combination occurred
within the United States.
Statutory invention registration
Section 102 of the bill adds a new section
156 to title 35, United States Code. The new
section establishes an optional procedure by
which an inventor may secure patent protection which is strictly defensive In nature.
Under current law, there is no simple,
practical method by which an inventor can
protect his ability to exploit the invention
without obtaining a patent. The new procedure created by section 102 would confer
on an inventor the same rights that a
patent provides to prevent others from patenting the invention. However, it would not
permit the holder to exclude others from
making, using or selling the invention.
The new procedure is to be known as a
Statutory Invention Registration (SIR). As
originally proposed in H.R. 2610, the new
procedure was referred to as a "defensive
patent." Several witnesses and the United
States Senate (see S. 1538 as passed by the
Senate On June 29, 1984) felt that such a
characterization would confuse public perception of patent protection and detract
from the image of a patent. In addition, concern was also expressed that use of the term
patent in connection with the rights granted by section 102 would be inconsistent with
the definition of patent being considered by
the proposed revision of the Paris Covention for the Protection of Industrial Property.
Due to the fact that a SIR does not grant
an exclusive right to an inventor, it would
not be necessary to subject a SIR to the
lengthy examination process required for
the granting of a patent. Such an examination would only be necessary If the SIR was
subjected to an interference proceeding to
determine priority of invention. In all other
instances, the Patent and Trademark Office
would only review the application for adherence to formal printing and payment requirements and to ensure that the requirements of 35 U.S.C. S 112 were satisfied.
An applicant desiring to have a SIR published under this section will be required to
file a regular application for a patent and to
execute a waiver of enforcement of patent
rights. This waiver of the claimed invention
will be effective at the time of publication.
The original application for a SIR can be replaced by a continuation or a continuationin-part application for a patent until publication of the SIR and under such regulations as the Commissioner may establish,
thereby providing the applicant with flexibility during the pendency period of the application. Until the SIR is published the application remains an application for a

patent. However, the holder of a SIR will
not be able to use the reissue mechanism to
reinstate the rights to exclusive use that
were waived by the initial publication of the
SIR.
The waiver of the right to receive a
patent, required of all applicants electing to
receive a SIR, applies to those remedies provided for the enforcement of a patent under
section 183 and sections 271 through 289 of
title 35, United States Code. The waiver also
applies to remedies under other titles of the
United States Code including sections 1337
and 1337a of title 19, section 2356 of title 22,
and section 1498 of title 28. This waiver of
enforcement applies only to the claimed
subject matter of the SIR and not to say
any foreign patent arising from an application which might have served as the basis of
a priority claim under the Paris Convention
for the Protection of Industrial Property.
Likewise, the waiver does not prevent the
holder of a SIR from asserting any defenses
provided in sections 271 through 289 of title
35 with respect to a charge of infringement
of any other patent.
The Commissioner of Patents and Trademarks can refuse to accept the waiver in
certain cases. For example, the waiver could
not be accepted if the waiver is not a waiver
of all the previously mentioned rights. The
Commissioner also has discretion to set time
limits on the waiver. This would allow the
Commissioner to limit the ability of an inventor to keep inventions secret through a
series of continuing patent applications followed by a conversion to a SIR.
The waiver of patent rights in the SIR
publication to the subject matter claimed
therein may affect the patentability of a
claim in other related applications, particularly divisional applications, since the
waiver of patent rights would be effective
for all inventions claimed in the SIR and
would be effective as a waiver of the right to
obtain a patent on the invention claimed in
the same application or any other application. Where an application containing generic claims is published as a SIR, the
waiver in that application applies to any
other related applications, including divisions, continuations, and continuations-inpart, to the extent that the same invention
claimed in the SIR is also claimed in the
other related application.
The PTO may apply standards similar to
those which it applies in making determinations of "same invention" and "obvious
type" double patenting for purposes of determining whether or not a waiver by an applicant to claims in a SIR precludes patenting by the same applicant to subject matter
in any other related application. Therefore,
the waiver would preclude patenting of an
invention claimed in a related application
which is the same as, or not patentably distinct from, the invention claimed in the
SIR. When making this determination it is
the claimed subject matter of the SIR
which is compared to the claimed subject
matter of the related application. Where
the subject matter claimed in the related
application is not patentably distinct from
the subject matter waived in the SIR, the
claims of the related application would be
rejected as being precluded by the waiver in
the SIR and could not be overcome by a terminal disclaimer. If a divisional application
were filed and published as a SIR claiming
only a method, publication thereof would
not normally effect a waiver on an application for a patent claiming only an apparatus.
The holder of a SIR containing the required waiver would be left without the exclusivity associated with a patent. In other
respects a SHI issued under this section
would be the same as a patent, including the
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application which is published as a SIR
serving as the basis for a priority claim in a
foreign application under the Paris Convention. A SIR would be treated the same as a
U.S. patent for all defensive purposes. The
application, and the SIR published therefrom, could become involved in an interference; the SIR would be a "constructive reduction to practice" under 35 U.S.C. 102(g);
it would be "prior art" under all applicable
sections of 35 U.S.C. 102 including section
102(3); and it would be classified and crossreferenced, disseminated to foreign patent
offices, stored in the Patent and Trademark
Office computer tapes, made • available in
commercial data bases, and announced in
the Official Gazette of the PTO. A published SIR is intended to be a fully viable
publication for defense purposes, usable as a
reference as of its filing date in the same
manner as a patent. A SIR would also serve
as a basis to initiate or participate in an interference or priority proceeding under 35
U.S.C. 291 and could be used as a.reference
in defense of an infringement suit.
A SIR is based on a regularly filed application for a patent. Therefore, the filing
date of the application would be a sufficient
basis for a priority claim in a foreign application. Article 4, section A(3) of the Paris
Convention states:
. . . by a regular national filing is meant
any filing that is adequate to establish the
date on which the application was filed in
the country concerned, whatever may be
the subsequent fate of the application.
After a SIR is published, markings such as
"patent pending" are improper under section 292 of title 35 of the United States
Code.
The SIR will serve as a replacement for
the current nonstatutory "defensive publication program" which was established
under 37 CFR 1.139. Although publication
under the "defensive publication program"
was intended to provide rights similar to
those of the SIR, a publication under that
program has been held not to be available
as evidence of prior knowledge as of its
filing date under section 102(a) of title 35
(Ex parte Osmond, 191 USPQ 334 (P.T.O.
Bd. App. 1976)). The use of a "defensive
publication" as a reference to prevent a
patent from issuing on a subsequent application is therefore limited. A SIR, on the
other hand, will have a clear statutory basis
in title 35. The SIR will be "prior art" and a
"constructive reduction to practice" under
section 102(a) and section 102(g), respectively, as of the filing date of the application on
which it is based.
A SIR would not be subject to reexamination under sections 302 to 307 of title 35,
United States Code.
The Commissioner is authorized by section 102 to issue SIRs for defensive purposes, but is not required to do so. The Committee selected the term "authorized" with
the specific intent of giving the Commissioner discretion in determining whether or
not a SIR should be issued on a particular
application. In circumstances where the
subject matter was obviously not an invention, was too informal to print, and so forth,
the Commissioner has the right to refuse to
publish the SIR.
Fees charged by the PTO for SIRs should
be less than those charged for examined applications, and SIRs will be published
sooner than patents because no substantive
examination would normally be required for
SIRs. To the extent that examination is required, it will be conducted In the same
manner as in any other patent application.
Maintenance fees will not be charged for
SIRs. Since the Commissioner may permit
the waiver of patent rights to be filed after
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the more extensive examination for a
patent application has begun, the Committee expects that, if the Commissioner does
so, he will charge the appropriate higher
fees in such a case.
Since the fees set by the Commissioner
for the new SIR procedure under section
156 of title 35 are not established under section 41(a) or (b) of that title, they are not
subject to reduction if the applicant has
small entity status.
If the fee for publication is not paid at the
time of filing of the waiver of the right to
receive a patent, the Commissioner may set
a period within which the fee must be paid
to prevent abandonment of the application.
Such a period would be subject to petitions
and fees for extensions of time under section 41(a)8. If abandonment should occur,
the application may be revived under the
provisions of section 41(a)7.
In the final analysis, the procedures set
forth in section 102 will not only give inventors a limited form of protection more
cheaply than they could get by applying for
a patent, but it may also save the government substantial time and money as well.
The procedure would allow the government
and the private sector to make inventions
public knowledge. Last, the SIR would be
particularly useful to those with limited resources such as universities and small businesses, who have a new, less expensive alternative to the traditional patenting of inventions.
Proposed section 102(c) requires that a
SIR shall give appropriate notice to the
public indicating the fact that it does not
have all the attributes of a patent. This consumer protection measure will be further
mandated by regulations to be issued by the
Commissioner.
Section 102 is derived from H.R. 2610 (section 2) and S. 1538 (section 2(a)).
For further information about section 102
and various other administrative improvements, see Remarks of Robert W. Kastenmeier,
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(daily ed. April 19,1983.)
Foreign filing licenses
Section 103 of the bill modifies the requirements for obtaining a license from the
United States Patent and Trademark Office
before filing an application in a foreign
patent office. These subsections, 103(a),
103(b), and 103(c), are similar to sections, 1,
2, and 3, respectively, of H.R. 4524.
Subsection (a) of section 103 substitutes
the words "through error and without deceptive intent" for "inadvertently" in section 184 of the patent law. This changes the
standard for granting a license retroactively
where an application has been filed abroad
and the subject matter is not important to
national security within the meaning of section 181 of the patent law. The intent of the
change is to authorize granting of retroactive licenses in cases where harmless judgmental errors have been made in good faith,
provided that the applications which were
filed abroad do not disclose inventions
within the secrecy scope of section 181.
Subsection (a) of section 103 also adds a
new paragraph at the end of section 184 of
the patent law making clear that the scope
of a license for a patent application permits
subsequent modifications, amendments and
supplements containing additional subject
matter, provided that the original application does not contain subject matter which
is relevant to national security and which
therefore must be made available for inspection under section 181. The scope of permissible modifications, amendments and supplements is subject to conditions the Commissioner may set by regulation.
The purpose of this new paragraph for
section 184 is to make clear that a patent

applicant should not be burdened with a requirement to obtain additional licenses after
a license has been obtained for the initial
application, except where there is a continued need to protect national security interests. Thus, the bill would not authorize a
test as strict as that resulting from the
court's interpretation of regulations, since
revised, in In re Gaertner, 604 P.2d 1348, 202
USPQ 714 (C.C.P.A. 1979).
Subsection (b) of section 103 complements
the first part of section 103 by amending
section 185 of the patent law. Section 185 as
amended provides that a United States
patent is not to be barred for failure to
obtain a license for foreign filing if the failure was through error and without deceptive intent and the subject matter has been
determined by the Commissioner not to be
within the scope of section 181. The term
"within the scope of section 181" means the
secrecy scope of that section in the same
fashion as that term appearing in section
184 was interpreted by the court in Reese v.
Dann, 391 F. Supp. 12. 185 USPQ 492
(D.D.C. 1975).
Subsection (c> of section 103 amends section 186 of the patent law to make clear
that the criminal sanctions of section 186
for failure to obtain a license apply only in
instances where a person "willfully" files or
causes or authorizes to be filed abroad an
application in violation of the license requirements of section 184.
Prior art
Section 104 of the bill changes a complex
body of case law which discourages communication among members of research teams
working in corporations, universities or
other organizations. See Remarks of Robert
W. Kastenmeier, 129 CONG. REC. E5777
(daily ed. Nov. 18,1983).
Section 104 amends section 103 of the
patent law by adding a new sentence providing that subject matter developed by another person which qualifies as "prior art"
only under subsections 102 (f) or (g) of the
patent law is not to be considered when determining whether an invention sought to
be patented is obvious under section 103,
provided the subject matter and the claimed
invention were commonly owned at the time
the Invention was made.
"Prior art" is the existing technical information against which the patentability of
an invention is judged. Publicly known information is always considered in determining whether an invention is obvious. However, under In re Bass, 474 P.2d 1276, 177
USPQ 178, (C.C.P.A. 1973). and In re Clemens, 622 F.2d 1029, 206 USPQ 289 (C.C.P.A.
1980), an earlier invention which is not
public may be treated under section 102(g),
and possibly under 102(f), as prior art with
respect to a later invention made by another
employee of the same organization.
New technology often is developed by
using background scientific or technical information known within an organization
but unknown to the public. The bill, by disqualifying such background information
from prior art, will encourage communication among members of research teams, and
patenting, and consequently public dissemination, of the results of "team research."
The subject matter which is disqualified
as prior art under section 103 is strictly limited to subject matter which qualifies as
prior art only under sections 102 (f) or (g).
If the subject matter qualifies as prior art
under any other subsection—e.g.. subsection
102 (a), (b) or (e)—it would not be disqualified as prior art under the amendment to
section 103.
The amendment applies only to consideration of prior art for purposes of section
103. It does not apply t o or affect subject
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matter which qualifies as prior art under
section 102. A patent applicant urging that
subject matter was disqualified has the
burden of establishing that it was commonly owned at the time the claimed invention
was made.
Section 104 is not intended to permit
anyone other than the inventor to be named
in a patent application or patent. Also, the
amendment is not intended to enable appropriation of the invention of another.
The Committee expects that the Patent
and Trademark Office will reinstitute in appropriate circumstances the practice of rejecting claims in commonly owned applications of different inventive entities on the
ground of double patenting. This will be
necessary in order to prevent an organization from obtaining two or more patents
with different expiration dates covering
nearly identical subject matter. In accordance with established patent law doctrines,
double patenting rejections can be overcome
in certain circumstances by disclaiming the
terminal portion of the term of the later
patent, thereby eliminating the problem of
extending patent life.
The language in section 104 is parallel to
but also is more precise than the language
of H.R. 4525. For example, section 104
makes clearer that information learned
from or transmitted to persons outside the
inventor's Immediate organization is not disqualified as prior art.
The term "subject matter" as used in section 104 is intended to be construed broadly
in the same manner as the term is construed
in the remainder of section 103. The term
"another" as used in this amendment means
any inventive entity other than the inventor. The term "developed' is to be read
broadly and is not limited by the manner in
which the development occurred.
Joint inventors
Section 105 complements section 104 of
the bill. It recognizes the realities of modern
team research. A research project may include many inventions. Some inventions
may have contributions made by individuals
who are not involved in other, related inventions.
Subsection (a) of section 105 amends section 116 of the patent law to allow inventors
to apply for a patent jointly even though (i)
they did not physically work together or at
the same time, (ii) each did not make the
same type or amount of contribution, or (iii)
each did not make a contribution to the subject matter of every claim of the patent.
Items (i) and (ii) adopt the rationale of decisions such as Monsanto v. Kamp, 269 F.
Supp. 818, 154 USPQ 259 (D.D.C. 1967).
Item (iii) adopts the rationale of cases such
as SAB Industri AB v. Bendix Corp., 199
USPQ 95 (E.D. Va. 1978).
Like other patent applications, jointlyfiled applications will continue to be subject
to the requirement of 35 U.S.C. } 121 that
an application be directed to only a single
invention. If more than one invention is included in the application, the Patent and
Trademark Office may require the application to be restricted to one of the inventions. In such a case, a "divisional" application would be entitled to the benefit of the
earlier filing date of the original application.
Subsection (a) of section 105 increases the
likelihood that different claims of a patent
may have different dates of invention, even
though the patent covers only one independent and distinct invention within the
meaning of 35 U.S.C. 1121. When necessary,
the Patent and Trademark Office or a court
may inquire of the patent applicant or
owner concerning the inventors and the in-
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vention dates for the subject matter of the
various claims.
Subsection (b) of section 105 amends section 120 of the patent law to provide that an
application can obtain the benefit of the
filing date of an earlier application when
not all inventors named in the joint application are the same as named in the earlier
application. This permits greater latitude in
filing "divisional" applications. For example, if the previously filed application
named inventors A and B as the inventors, a
later application by either A or B could be
filed during the pendency of the previously
filed application and claim benefit of the
previously filed application. In order to be
entitled to the benefit of an earlier pending
application, of course, the subject matter of
the claims of the later application would
have to be disclosed in the earlier application.
Section 105 is taken from H.R. 4527 and
includes changes recommended during testimony before the Subcommittee on Courts,
Civil Liberties, and the Administration of
Justice.
Arbitration of interferences
Section 106 of the bill authorizes parties
involved In patent interferences to arbitrate
such disputes. This change parallels a provision of Public Law 97-247 which authorizes
arbitration with respect to validity and Infringement. Section 106 requires parties to
provide notice of the arbitration award to
the Commissioner of Patents and Trademarks. Awards under this section, as under
Public Law 97-247, affect only the parties
Involved. The final sentence of subsection
135(d) of the patent law, added by section
106, makes clear that nothing in this bill abrogates the final authority of the Commissioner to determine the patentability of an
Invention covered by a patent application.
Section 106 of bill is nearly identical to
H.R. 4528.
Effective date: Title I
Section 107 of the bill describes how and
under what circumstances the changes to
the law made in sections 101 through 106
will take effect.
Subsection (a) provides that, subject to
the remaining subsections of section 107,
the amendments shall apply to all patents
granted before, on, or after the date of enactment and to all applications pending on
or filed after the date of enactment. The
only exception is that the remedy created
by section 101 in adding a new section 271(e)
to title 35, United States Code, shall only
apply to patents issued after the date of enactment.
Subsection (b) provides that the Act will
have no effect on final decisions of a court
or the Patent and Trademark Office if the
time for appeal has expired.
Subsection (c) limits the applicability of
section 27Uf> to acts which occur after the
effective date of this Act.
Subsection (d) authorizes a court to provide equity according to the terms specified
to parties to litigation who acted in reasonable and good faith reliance that a patent
was invalid for reasons obviated by sections
103, 104, or 105 of this Act. The Committee
intends that persons who did embark on a
commercial course of action because of a
legal opinion based on ascertained facts that
a certain patent or patents were invalid
shall have the burden of establishing reasonable reliance with competent evidence.
Subsection (e) states that certain amendments to the law made by this Act will In
the future prevent patents from being
found to be invalid for reasons not related
to the patented invention itself. The Committee recognizes that on the date of enactment there may be cases pending in the ju-

dicial system in which the validity of patents are at issue for the very reasons obviated in this Act. The Committee intends that
such cases should be determined on the
basis of the substantive law existing prior to
the date of enactment. However, the judgment of a court in such a case subsequent to
the date of enactment shall affect only the
parties to the case and shall not result in
the forfeiture of a patent as to non-parties
to the litigation.
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bill, all issues of patentability and priority
which arise in an interference can be decided in a single proceeding rather than in a
series of complicated inter partes and ex
partes proceedings (see, e.g., Switeer v. Sockman, 333 F.2d 935, 936 (CCPA 1964) and Sze
v. Bloch, 458 F.2d 137, 138-139 (CCPA
1972)). The Patent and Trademark Office
and reviewing courts will no longer have to
decide whether an issue is "ancillary to priority."
TITLE I i : PATENT AND TRADEMARK OFFICE
Section 207 provides that the amendments
PROCEDURES
made by this title shall take effect three
Board of Patent Appeals and Interferences months after the date of enactment of this
Sections 201-207 of the bill amend section act.
7 of title 35, United States Code, to combine
Sections 201-207 are substantially derived
the Board of Appeals and the Board of from H.R. 4462 (section 2) and S. 1538 (secPatent Interferences of the Patent and tions 11 through 22).
Trademark Office into a single Board, i.e.,
TITLE m: NATIONAL COMMISSION ON
the Board of Patent Appeals and InterferINNOVATION AND PRODUCTIVITY
ences. This is accomplished by eliminating
all references to either the existing board of
Section 301 creates a National CommisAppeals or the Board of Patent Interfer- sion on Innovation and Productivity. During
ences.
the past three Congresses, much has been
Section 202 of the bill amends section 135 heard about the need to improve American
of title 35, United States Code, to permit creativity. The fostering of technological
the Board of Patent Appeals and Interfer- change and the stimulation of innovation
ences to consider all patentability issues on have become our goals. Relatively little has
Interferences.
been done to examine how to accomplish
At present, if two or more inventors claim these objectives on an employee level. The
the same patentable invention, the Patent purpose of the National Commission is to
and Trademark Office is required to deter- focus attention on this question.
mine "priority": that is, who was the first
The Commission will be charged with the
Inventor. The administrative proceedings to task of studying the level of Innovation of
determine priority in the Patent and Trade- employed Inventors and examining the varimark Office are known as "interference pro- ous options for increasing the productivity
ceedings." Under existing law, the Board of of individual employed inventors. The secPatent Interferences is not authorized to tion does not represent any view about the
consider all questions of patentability when merits of the two proposals pending In the
determining priority. The Board of Patent 98th Congress: H.R. 3285 and 3286, relating
Interferences can consider only priority and to statutory changes in the rights of emother issues which have been held to be ployed Inventors. The statutory framework
"ancillary to priority." For example, it has used here is derived from the model used by
been held that the Board of Patent Inter- the Committee in creating other study entiferences does not have jurisdiction to decide ties such as the National Commission on
whether a claim in an application of a Reform of Federal Criminal Laws (Brown
patent is patentable over prior art (see e.g., Commission) and the Commission on ReviGlass v. DeRoo, 239 F.2d 402 (CCPA 1956)). sion of the Federal Court Appellate System
This restriction on the Board's jurisdiction (Hruska Commission).
unduly complicates the process for obtainSection 302 sets forth the membership of
ing a patent based on an application which
becomes involved in an Interference. In ad- the Commission. Three members shall be
dition, determining whether an issue Is an- appointed by the President, three by the
cillary to priority is a difficult and length Speaker of the House, and three by the
endeavor (see eg., Tofe v. WincheU, 645 F.2d President of the Senate, making a total of
58 (CCPA 1981); Hester v. Allgeier, 646 F.2d nine members. The President of the United
513 (CCPA 1981); and Magdo v. Kooi, 699 States shall designate the Chairman of the
F.2d 1325 (Fed. Cir. 1983)). The longest in- members appointed by the President. One
terference took over 13 years In the Patent member should be a high-ranking officer or
and Trademark Office. While most interfer- employee of the United States, one should
ences are not that long, the substantial be an employer who employs inventors, and
delays in issuing a patent due to the lengthy the third should be an employed inventor.
interference proceedings and subsequent ex
Section 303 sets forth the duties of the
partes proceedings are harmful to both ap- Commission.
plicants and the public. Lack of confidence
Section 303 provides that the Commission
in the patent law system is the ultimate shall make a full and complete review and
result.
study of the level of innovation and producIn response to the problem, the Patent tivity of employed inventors. Such study
and Trademark Office already has pub- shall include an analysis of the various conlished regulations to streamline this process tractual and legislative methods available to
(49 Fed. Reg. 3788 (Jan. 30, 1984)). The inspire or stimulate Individual and corpoCommittee finds, however, that one of the rate innovation and productivity, including
reasons for the lengthy proceedings in the an assessment of the techniques used in
Office is a jurisdictional problem that can other countries (such as West Germany) to
only be cured by legislation. The Board of achieve this objective. Such study may inAppeals of the Patent and Trademark clude an assessment of those aspects of
Office can consider patentability, but not other areas of intellectual property law that
priority. As noted above, the Board of inspire or stimulate such innovation and
Patent Interferences can consider priority, productivity. In particular, the Commission
but not all questions of patentability. This may want to examine the issue of work-forstatutory jurisdictional inconsistency is hire in copyright law. The Commission shall
eliminated through the merger of these two make recommendations for such revisions of
Boards. By combining the two Boards into a the laws of the United States, including the
single Board having jurisdiction to consider repeal of unnecessary or undesirable statpriority and patentability, it is expected utes, and such other changes as the Comthat interferences will become simpler, mission considers will better foster innovamore expeditious, and less costly. Under the tion and productivity by employees.
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Section 304 sets forth a compensation
scheme for Commission members. A
member of the Commission who is a
member of Congress or a public servant
shall receive no additional compensation.
Members of the Commission from private
life are to be paid at a per diem rate of up to
Executive Level III.
Section 305 provides for the duties and
pay of the Director and staff of the Commission. The Director, who is subject to the
control of the Commission, shall supervise
the activities of Commission employees,
shall prepare reports for the Commission,
and shall perform duties that may be assigned.
Section 306 provides for other Federal
agencies to cooperate with the Commission.
Since there is substantial expertise in government agencies about innovation and
patent policy, it is hoped that these agencies will assist the Commission in achieving
its assigned functions.
Section 307 requires the Commission to
submit interim reports on its activities to
the President and the Congress as the Commission deems appropriate, except that at
least one report shall be so submitted within
one year. The Commission shall submit its
final report to the President and the Congress within two years after the date of enactment and the Commission shall cease to
exist sixty days after the date of the submission of its final report.
Section 308 provides the GSA with authority to provide administrative services on
a reimbursable basis.
Section 309 provides for an authorized appropriation of up to one million dollars for
the operation of the Commission.
Section 310 provides that this Commission
shall be established effective January 21,
1985.
TITLE IV: MISCELLANEOUS PROVISIONS

International stage
Section 401 is composed of two amendments to title 35, United States Code.
Subsection 401(a) amends section 361(d)
of title 35, United States Code, to provide a
one-month grace period from the date of
filing of an international application for the
payment of the basic international fee and
the transmittal and search fees.
Subsection 401(b) amends section 366 of
title 35, United States Code, to clarify the
effect of withdrawal of an international application on claims for the benefit of its
filing date. The withdrawal of an international application designating the United
States will not deprive an applicant of the
right to claim the benefit of the filing date
of such an international application, provided the claim is made before that application
is withdrawn. Stated otherwise, this clarifies
that withdrawing the designation of the
United States in an international application is comparable to abandoning a national
application as far as a claim for an earlier
filing date is concerned.
This section is derived from sections 5 and
6 of H.R. 2610, and sections 4 and 5 of S.
1538.
National stage
Section 402 comprises several housekeeping amendments to title 35, United States
Code.
As a general proposition, the amendments
made by subsections 402<'a)-(d) to 35 U.S.C.
i 371 set forth a legislative scheme to provide greater flexibility in the Patent and
Trademark Office for the handling of International applications. In addition, these subsections, by relaxing the requirements
which international applicants must satisfy
by the commencement of the national stage,
give International applicants benefits simi-

lar to those given national applicants by
P.L. 97-247 with respect to the time for
filing the national fee and oath or declaration.
Subsection 402(e) amends section 372(b)
of title 35, United States Code, to authorize
the Commissioner to require a verification
of the translation of an international application or any other document pertaining
thereto if the application or other document was filed in a language other than
English. An authorization for the Commissioner to require verification in appropriate
cases is necessary since subsection (c)(2) of
section 371 was amended to remove the requirement that the translation be verified
In all cases.
Subsection 402(f) also deletes section
372(c) of title 35, United States Code, thereby discontinuing the requirement for payment of a special fee to maintain claims in
an international application which were not
searched by an international searching authority. This deletion was made to place
international applications processed in the
national stage on the same footing as purely
national applications.
Subsection 402(g) amends section 376(a)
of title 35, United States Code, to delete
mention of the special fee In order to conform with the amendment of section 372(c)
made above.
Section 402 Is derived from section 7, 8
and 9 of H.R. 2610, and section 6, 7 and 8 of
S. 1538.
Technical amendments
Section 403 provides two necessary technical amendments to title 35, United States
Code.
Subsection (a) replaces the term "Patent
Office" with "Patent and Trademark
Office" throughout title 35. United States
Code, to conform to the provisions of Public
Law 93-596.
Subsection (b) amends the table of contents at the beginning of title 35, United
States Code, to reflect the Patent Cooperation Treaty. This amendment corrects an
oversight in previous legislation.
Section 403 is derived from section 10 of
H.R. 2610 and section 9 of S. 1538.
Patent fees
Section 404 is also a technical amendment
to Insure that no maintenance fees are
charged for plant patents, regardless of
when filed. Without this provision, plant
patent owners whose applications were filed
between the dates of enactment of Public
Law 96-517 and Public Law 97-247 would be
subject to payment of maintenance fees,
while plant patent owners whose applications were filed outside those dates would
not be subject to such fees. This provision
eliminates that Inconsistency.
Section 404 Is derived from section 11 of
H.R. 2610 and section 10 of S. 1538.
Trademark Trial and Appeal Board
Section 405 amends section 3 of title 35,
United States Code, to provide for compensation to the members of the Trademark
Trial and Appeal Board of the Patent and
Trademark Office at a rate equal to that of
GS-16s under the General Schedule.
Section 405 is derived from section 23 of S.
1538.
Effective date
Subsection 406(a) provides that section
404 (no patent maintenance fees for plant
patents) and the technical amendments
made by section 403 shall become effective
on the date of enactment of the Act.
There should be no difficult in making
these provisions effective Immediately. The
current inequality of treatment for plant
patents should be eliminated with great
haste. Similarly, the name change envi-
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sioned in section 403 and the reference to
the Patent Cooperation Treaty can occur
Immediately.
Subsection 406(b) provides that the
amendments made by sections 401, 402, and
405 of this Act shall become effective six
months after the date of enactment of this
Act. These sections, which provide various
administrative changes to existing patent
law, require an orderly transition between
the new and old procedures. Six months is
the amount of time allowed for the transition period.
Now, let me t u r n to a very brief summary of the bill.
Title I contains several important
p a t e n t improvement provisions. Section 101 of t h e bill contains two parts.
First, t h e bill would' bring t h e U.S.
p a t e n t law into line with those of most
of our major trading partners by providing for international protection of
process patents. Second, t h e bill provides t h a t a product's p a t e n t protection cannot be avoided t h r o u g h t h e
manufacture of component parts
within t h e United States for assembly
outside t h e United States.
Section 102 establishes a new procedure for a statutory invention registration, thereby creating an optional procedure by which a n inventor m a y
secure patent protection t h a t is strictly defensive in nature. This new
option will be very useful to those
with limited resources such as universities and small businesses who will be
able to select, in appropriate cases, a
less expensive alternative to t h e more
costly patent process.
Section 103 of t h e bill slightly modifies t h e rules applicable to foreign
patent filings.
Section 104 provides t h a t unpublished information known to t h e inventor does n o t constitute prior art in
t h e field of t h e invention, and therefore cannot serve to defeat t h e patentability of t h a t invention. This latter
change will be of material benefit to
university and corporate research laboratories where t h e free exchange of
ideas and concepts may have been
hampered by t h e current state of t h e
law with respect to what constitutes
"prior art."
Section 105 of t h e bill provides t h a t
two or more inventors may obtain a
p a t e n t jointly even t h o u g h each inventor has not contributed to each and
every claim found in t h e patent application. T h i s technical amendment
should also be of benefit to universities and corporations which rely on
team research.
Section 106 authorizes parties involved in patent interferences to arbitrate such disputes. This change parallels a provision of Public Law 97-297
which authorizes arbitration with respect to questions of patentability.
Title II, of H.R. 6286 is designed to
improve administrative proceedings in
t h e P a t e n t and Trademark Office of
t h e Department of Commerce for determining who is t h e first inventor of
a given patentable invention. At
present, these proceedings are known

»
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as interference proceedings. They are
conducted in the Patent and Trademark Office between two or more adverse patent applicants or between one
or more patent applicants and a patentee, all of whom are claiming the
same patentable invention. Under existing law, the tribunal responsible for
determining who is the first inventor—
a Board of Patent Interferences—is
not authorized to address all questions
of patentability of the invention. This
restriction on the Board's jurisdiction
unduly complicates the procedures for
obtaining patents for applicants involved in interference proceedings. By
combining the Board of Patent Interferences with an existing board having
patentability jurisdiction—the Board
of Appeals of the Patent and Trademark Office—procedures for patent
applicants and patentees involved in
interferences will be simpler, more expeditious, and less costly.
Title III of the bill creates a National Commission on Innovation and Productivity. During the past decade, the
need to promote creativity and stimulate innovation has become a catch
phrase. Much debate has revolved
around improving the patent and
copyright systems, creating new forms
of intellectual property, and establishing corporate incentives—such as tax
and investment credits. Little discussion has occurred about how to accomplish agreed-upon objectives at an employee level. The purpose of the National Commission, therefore, is to
focus and redirect attention on the
issue of employed inventors' rights.
Title IV of the bill contains miscellaneous provisions designed to bring
U.S. law into conformity with international patent law and treaty obligations, to correct drafting mistakes in
recently enacted public laws, and to
augment the salary level of members
of the Trademark Trial and Appeal
Board.
Mr. Speaker, this concludes my summary of H.R. 6286.
The bill is appropriately called a
"housekeeping" bill. Such a banal
title, however, should not disguise the
importance of several sections in the
bill. It is critical that we keep our
patent house in order. Increased innovation, better government, a satisfied
public, improved economic health of
the Nation, and more jobs will be the
result.
Considered as a whole, H.R. 6286 is a
very important bill.
I urge my colleagues to vote "aye"
on its passage.
I understand that there are several
questions relating to the process
patent section of the bill (section 101).
First, let me remind you what the
bill does. Subsection 101(a) amends
section 271 of the patent law to add to
the exclusive rights provided by a
patent the right to exclude others
from importing, selling, or using in the
U.S. products produced by a process
covered by the patent. The principal
effect of this change is to prevent

competitors of a patent owner from
avoiding the patent by practicing the
patented process outside the United
States and marketing the resulting
product in this country. The bill extends only to products "made in another country" and subsequently imported, sold, or used in the United
States. The committee assumes that in
appropriate cases the courts will use
evidentiary presumptions to establish
inferences concerning whether a product made in another country was produced by the patent process.
There also is a requirement that an
alleged infringer be placed on notice of
the potential infringement before
damages can be recovered.
Passage of this section essentially
will place American law on a par with
the law of most of our trading partners, including France, Japan, West
Germany, and the United Kingdom.
GENERIC DRUG CONCERNS

The first problem is one identified
by generic drug manufacturers. The
generics argue that there is already an
existing law which protects domestic
manufacturers from foreign imports
made by infringing processes abroad.
I disagree with this proposition. The
ITC solution is limited to industries
"efficiently and economically operated
in the United States," or to instances
in which a restraint of trade or commerce occurs; in addition, damages are
not available, thereby reducing the efficacy of the ITC alternative. Further,
the ITC procedures do not take into
. consideration the needs of the patent
system. For example, a claim of patent
invalidity or misuse is not allowed in
an ITC proceeding.
It should be noted that the generics
previously argued against a "presumptive infringement section." We accommodated that concern by deleting
from the bill any "burden of proof"
section, leaving current law and procedure intact. A presumption does exist
in the Senate bill and also in the gentleman from California's [Mr. MOORHEAD'S] original bill (H.R. 3577), as
well as the gentleman from Tennessee's [Mr. GORE'S] bill (H.R. 6024).
We also accommodated the concerns
of generics and others by adding a
notice or "innocent infringement" section to the bilL Subsection 101(b)
amends 35 U.S.C. 287 by adding a requirement that an alleged, infringer,
other than a manufacturer who practices the patented process outside the
United States, must be notified of the
infringement before damages can be
recovered.
Finally, we have protected against
any disruption in existing industries
by providing that these provisions
only apply to future patents. Thus,
the process patents on existing process
patents—such as a Valium—are not affected by this act.
In brief, I would rebut the argument
of the generic drug manufacturers by
quoting from a letter from the American Flint Glass Workers Union (AFLCIO):
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Virtually all commercial countries except
America have laws which provide patent
protection for products produced by patented processes. Without the protection, U.S.
companies employing American workers are
operating under a severe handicap, particularly in high technical oriented manufacturing.
GATT CONCERNS

The U.S. Trade Representativethrough staff—alleges that H.R. 6286
(section 101) would, if passed, violate
the terms of GATT. They claim that
the bill would discriminate against foreign-made goods because the users and
sellers of goods "made in another
country" with a process patented in
the United States would be liable as
process patent infringers, whereas
users or sellers of goods made within
the United States with the same patented process would not. It is also far
from clear that this approach violates
GATT.
H.R. 6286 is limited in scope (as opposed to the Senate bill). It does not
permit the patent owner of an American process patent to proceed against
"users" and "sellers" within the
United States because such persons
can already be held liable for violation
of the patent law. A person who actively induces the production of a
product through the use of a patented
product owned by another can be
guilty as an "inducer." It would be potentially mischievous and overbroad to
permit infringement suits against persons who did not actively induce the
original violation of the process
patent.
It can be argued that GATT does
not apply to patent law, due to GATT
Article XX. Also, If H.R. 6286 violates
GATT, then so does current law.
In conclusion, I would like to state
on the record that I will not accommodate GATT concerns by passing an
overbroad type of patent infringement
liability. There is no record of problems in enforcing the process patent
law for products made within the
United States, so this expansion is unjustified.
In conference with the Senate, I will
seek either to put the process patent
issue over until next Congress, or alternatively, I will offer an amendment
to make section 271(3) of title 35,
United States Code, read as follows:
Whoever without authority imports into
the United States a product which is made
by a process patented in the United States
shall be liable as an infringer, if the importation of the product occurs during the term
of the process patent.
This amendment will meet the concerns of both the Trade Representative and the generic drug industry.
As we approach the 200th anniversary of our Constitution, we should take
stock of the principles it sets forth.
For example, in the economic sphere,
our Constitution authorizes the Congress to: "Promote the progress of science and the useful arts, by securing
to authors and inventors the exclusive
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right to their respective writings and
discoveries."
A central question facing us is
whether the current patent system is
working to achieve that constitutional
goal. In the past two decades, we have
seen a dramatic shift in the patent
process. In 1970, only 25 percent of the
total patents granted were given to
the residents of foreign nations; today,
that rate has increased to nearly 40
percent. More significantly, the percentage of patents granted to individuals has declined to about one-sixth of
the total.
Under current patent practice, fivesixths of all patents vest—from the
moment of issuance—in a corporate assignee. Thus, in many ways, the
patent system has become more an investor's law than one that serves inventors. There probably are valid economic reasons for the dramatic growth
of corporate patents, such as economies of scale and expanding research
and development budgets. These facts
alone do not, however, reveal the
whole picture.
If our country hopes to maintain its
preeminent position in the world economic picture, we must do more to
foster
individual
inventiveness.
Second, we must foster a marketplace
atmosphere that encourages inventions to rapidly be brought to the
market. Finally, we must balance the
interests of personal autonomy and
creativity with the economic realities
of the modern corporate state.
Title III of the bill provides for a National Commission to study the issues
which arise from the problems of employed inventors. The subcommittee
heard testimony from the APL-CIO
which advocated the creation of a statutory compensation scheme modeled
after the West German law. The Institute for Electronic and Electrical Engineers <IEEE> urges us to pass a Federal law regulating the contractual relationships between employers and employees with respect to the ownership
rights of inventions created by employees. These suggestions, however,
proved to be very controversial. Therefore, the subcommittee decided to seek
the expert advice of a study commission. This commission which will be
appointed by the executive and legislative branches has a modest mandate, a
short time for delivery of a report (2
years) and a small authcrizat'-r. level
($1 million). It is our hope that this
commission will assist future Congresses in the task of fostering innovation through a. workable and sound
system of stimulation for the inventive
activities of employed inventors.
I wish to stress my hope that this
bill will stimulate new ideas in the
area of patent policy development. As
a recent series of articles in the Washington Post highlighted, the challenge
of industrial innovation is crucial for
all of us. Perhaps through the passage
of this bill, and the surfacing of the
concerns of employed inventors, we

will stimulate the reindustrialization
of America.
• 1750
Mr. MOORHEAD. Mr. Speaker, I
yield myself such time as I may consume.
CMr. MOORHEAD asked and was
given permission to revise and extend
his remarks.)
Mr. MOORHEAD. Mr. Speaker, I
rise in support of H.R. 6286, the
Patent Law Amendments Act of 1984.
This legislation has the strong support
of American corporations, both large
and small. It has the support of patent
lawyers around the country and the
Patent and Trademark Office of the
Department of Commerce.
This legislation makes a number of
changes in existing patent law which
are important to U.S. industry. The
most important change, in my opinion,
occurs in section 101, relating to process patents. Both the chairman of our
subcommittee [Mr. KASTENMEIER] and

I introduced legislation on this issue a t
the beginning of the 98th Congress. It
is also supported by the administration.
The present state of the law is such
that if a person wishes to violate a
U.S. process patent, it can be done by
merely using the patented process outside of the United States and then
shipping the resulting products back
into the United States to compete
with the U.S.-made products. No other
industrialized country permits this,
and H.R. 6286 would close this loophole.
Section 101 plugs an existing loophole in our patent law with regard to
process patents. With this legislation
our law will conform to every other
major industrialized country. It does
not extend the life of any patent It
would merely prevent somebody from
going abroad and violating a U.S.-held
process patent by manufacturing
through the use of that process, certain products and then shipping those
products back into the United States
to compete with the U.S.-made product.
As drafted, this section only applies
to process patents issued after the effective date of this act, although I
would personally like the act to apply
to existing patents as well as to future
patents. It is basically unfair to permit
persons to use somebody else's invention and permit that person to import
those products back into this country
and compete with the person who actually invented the process. This legislation will in no way affect the consumer or the elderly exeept maybe to
assure that he or she is receiving the
real product sought and not a product
produced by the use of a U.S. patented
process in a foreign country under less
stringent standards.
This sort of evasion of our patent
law is costly, not only in actual revenue lost but also to the number of U.S.
jobs that are actually lost to foreign
manufacturers. For example, we have
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a letter in our file from the Glass
Workers Union, which states that they
believe this present practice has cost
their industry alone upward of 50,000
jobs.

All this legislation does is bring the
law in line with existing law and practice in France, England, West Germany, Japan, Switzerland, and numerous
other countries.
How would section 103, foreign filing
licenses, affect existing cases?
This legislation clearly states that
it's not to have any effect whatsoever
on existing cases.
Section 107 (e) states:
The amendments made" by this Act shall
not affect the right of any party in any case
pending in court on the date of enactment
to have their rights determined on the basis
of the substantive law in effect prior to the
date of enactment.

It is the intent of this legislation
that if anybody who has relied on the
old standard of "inadvertence" will not
be held liable, or measured by the new
standard of "through error and without deceptive intent."
The section-by-section analysis of
this particular provision says:
The Committee recognizes that on the
date of enactment there may be cases pending in the judicial system in which the validity of patents are at issue for the very reasons obviated in this Act. The Committee
intends that such cases should run their judicial course unaffected in any way by the
changes in the law made here.
I don't believe we could have made
this any clearer.
The International Trade Commission presently recognizes that existing
practice with regard to the importation of products made by use of a process patent in the United States is a
form of unfair competition. However,
all the witnesses have testified before
the subcommittee including the Commissioner of the Patent and Trademark Office who indicated that the
remedy provided by the ITC is cumbersome and ineffective as to process
patents.
I urge a favorable vote on this legislation.
Mr. Speaker, I have no further requests for time, and I yield back the
balance of my time.
• Mr. FISH. Mr. Speaker, I rise in
support of H.R. 6286, the Patent Law
Amendments Act of 1984. This bill
makes a number of minor but important changes in our patent law. They
are changes that are important to U.S.
corporations, they are changes that
are important to U.S. patent owners
and they are changes that are important to U.S. innovation. A similar bill
is presently being worked on in the
other body and with a little luck H.R.
6286 may well become law this week.
Presently, the infringement of a
product patent occurs if the patented
invention is made, used or sold in the
United States. Someone cannot avoid
infringement of a product patent by
manufacturing the product overseas
and then importing it into this coun-

try because use or sale of the patent in
the United States would infringe the
patent.
A process patent, however, only protects a process or method of making
an article or product. Today, the
holder of a U.S. process patent cannot
use the patent law to prevent someone
from practicing the patented process
in a foreign country and H.R. 6286
would correct this problem. The importance of process patent protection
to the national economy especially in
such vital technical fields as industrial
chemicals and pharmaceutical manufacturing, microbiology and solid state
electronics, cannot be overstated.
I urge your support for H.R. 6286.#
• Mr. ALBOSTA. Mr. Speaker, I rise
today to urge my colleagues to join me
in supporting H.R. 6286, the Patent
Law Amendments of 1984.
I am pleased that incorporated in
these important patent law amendments is my bill, the Patent Invention
Protection Act. This amendment stipulates that process patent foreign infringers be liable to penalties for importing goods produced overseas
through U.S. patented methods. Any
unauthorized importer of a product
made in another country by a process
patented in the United States shall be
liable as an infringer.
In my view this particular amendment to the current patent laws is
long overdue. Its passage is necessary
in order to signal a strengthening of
the incentive role for American investment and innovative efforts by U.S.
companies here in the United States
through the use of patent laws. Clearly, this is one way in which we can
strive to strengthen our technological
base by remedying the infringement of
process patents by offshore production
as expressed in these amendments
before us.
I firmly believe that it is essential to
provide U.S. inventors with the protection they need on patents by Insuring
that an avenue of recourse is available
if a patent or technology is stolen and
reproduced in another country.
Therefore, I am encouraged by the
expeditious passage of this legislation
through the Judiciary Subcommittee
on Courts, Civil Liberties and the Administration of Justice. I thank the
chairman, Mr. KASTENMEIER and members of the subcommittee for. their
consideration. I urge my colleagues to
vote in favor of this measure.* .
Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.
The SPEAKER pro tempore. The
question is on the motion offered by
the gentleman from Wisconsin [Mr.
KASTENMEIER] that the House suspend
the rules and pass the bill, H.R. 6286,
as amended.
The question was taken; and (twothirds having voted in favor thereof)
the rules were suspended and the bill,
as amended, was passed.
A motion to reconsider was laid on
the table.

