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Calendar No. 240
106Tn CONGRESS

1ST SESSION S.1255
To protect consumers and promote electronic commerce by amending certain

trademark infringement, dilution, and counterfeiting laws, and for other
purposes.

IN THE SENATE OF THE UNITED STATES

JUNE 21, 1999

Mr. ABiiHAi (for himself, Mr. TORRICELLI, Mr. LTCH, Mr. MCCMAN, and
Mr. BREAUX) introduced the following bill; which was read twice and re-
ferred to the Committee on the Judiciary

JULY 29, 1999

Reported by Mr. HATCH, ith an amendment

[Strike out all after the enacting clause and insert the part printed in italic]

A BILL
To protect consumers and promote electronic commerce by

amending certain trademark infringement, dilution, and

counterfeiting laws, and for other purposes.

1 Be it enacted by the Senate and House of Representa-

2 tives of the United States of America in Congress assembled,

3 morol'-i mow TIFLE

4 Tkis Ae4 iiiy be eked fas -he "Aiitybersguattin

5 Con±sumllei Ppeteetiai AeV.
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1 2. FSNEDW2S.

2 contgress fintds ta the unfathorized registration or

3 us e of trademarks as iternet domaiin natftes or ofter

4 identifieis o on line loeations feotmno kel as

5 "eybcrsguatting")

6 04 -restts in tonsimer frad tad publie eenfa-

7 sien fa to the trne souwee or sponsorship of produ~ete

8 and sri e

9 * impairs eleetrorne eommeree, whi is i"t

10 porta to the eeonen of the United Sttes; ad

11 f3j deprives oiners of trademarks of substan-

12 fiat revenues a..d e.sue .go wil

13 SEC.&TD ,EA . 1REMEDIES.

14 (a4 RBeevB F-R V4EObA~f~N op RiGHTS. Section

15 -8 of thle Aet entied "2 M Aet to provide foer the registra-

16 tion and proteetion of trade-marks used in eortaree, to

17 ear oat the propvisions of tertain iternafional eonve-t

18 tions anfd for ether purpose&" approevd4 Jul -&- I946

19 eonimo... referred to as the "Tradenfark Aet of 4946")

20 f l - & aiended by addin at the end the

21 ....... n"'

22 (~d) () InH this subseetioft, the term 'Internet' hafs the

23 ffeaning givent that termf int seetien 230(f)(1) of thte Qomf-

24 mutijeations Aet of 1434 (479 US.0Q 2 8 0f)(1)).

25 "(2)(A) In -a ease iwohing the registra-tion or use

26 o ftan identifier deserted inisppfal (Be- the plain-HeinOnline  -- 1 Anticybersquatting Consumer Protection Act: A Legislative History of Public Law No. 106-113 Appendix I, 113
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3

1 t-iff may eleet-, t ay thme bef-re fet jt'agent is ren-

2 dere by the trial eoutt 7 to reeaver, instead of aetual dta-

3 atges anfd proefits nder ejbseetie (a)-

4 an award of eta .te daages i the

5 tautftait of-

6 414 net le- 4a $ ,0 or mere than-f

7 $1o0040 per trademar per identifief, ;as the

8 eoit eansiders jui- or

9 "Mii} if th e ee.... finds tha the regietPa

10 tien or tne eof thle registered trademarkh ats aft

11 ide.t.ifier was l...f.anet less thane $ie01to r

12 mfore thant $804,000pe trpademarkv per identi-

13 fier- ats thle eat eentsiders jut-,t and

14 -Wii ful rests andi reatsonable atternteyls fee,

15 i4B A identtifier referred to i tbfagal

16 is an-f nter-ne domaifin namfe eir other- identifier oftan online

17 lo tien that is-

18 i94 the tradeiark of a pepso or entity oher

19 thaf the pepson or enty registering op 4 tg the

20 identifiep; or

21 i+ enafeietl sinilear to at trademtark of at

22 perso eo entity ethe than the person or entity r-

23 isteringer usng the identifier as to be lIkEly to-

24 i414 eanse .en..ei or ..ist.e

25 iL(I deeeii " or

HeinOnline  -- 1 Anticybersquatting Consumer Protection Act: A Legislative History of Public Law No. 106-113 Appendix I, 113
Stat 1501A-545 3 2002



4

1 t t ll* eatise dikuti e f thte dlistinetive

2 qali ef ft trad ark."

3 kb4) R-B±,i~e r-e& DThileN on F.Aioue M Rm.&

4 Seetioni 48-(e)(2)4 ofthe At entitled 't Aet to provide

5 for the registration andA preteetien of trade -Aarks nesed in

6 eoniteree, to earry o A t-e prodisions of eeptain inter

7 natintal eawefitin 7 a-d forp other prpose&, approved

8 d-uly .5- 4 44 6 -, ( efifnet referred to as the "radem~ark

9 Aet of 46")Gf4USG 1 hQ 126({e)(2)) is: affended by stik-

10 i g,(,a " .nd inseting '8% (a-ndMd

11 SEC. 4 CR NAL USE OF COUNTERFEIT TPADEAIA

12 Wa INCrRL Sectionf 22(O{4 of title 4-9-,

13 etited States Gode, is amended

14 04 by iie.ti ±t ftf "(80;

15 (24 by strikin "seetio that occurs' and i.sert-

16 infg "ipatragr-aph thafit oeeuirs" anfd

17 W-- by adding at the end the folloing.

18 "-(2)(A) Inf this pfragraph, the term 'lInternetL hats

19 t4e ieaing given tha ter in seetion 290 ) of thie

20 Atf4-8(4I-& 280{f34494.

21 Th-eet as provide in elase (ii), whoever

22 knaingy tnd frazdle antly e in hd faith egisters or

23 uses anf identifier- desertbed int&bffgpp (O shal be

24 galt otf at Glae -B iiisdemfeanor-
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5

1 4i - -the ease oft -ffese by a person tnde

2 paragraph that oee'as after that person is eonft-ved of

3 another offense uner this seetio, th:a person shall -be

4 guty of a tlass -E elay.

5 i4G An idefttiie referrpe toin suprgrp{B+

6 is anf Infternet dontain ntamfe or- otherf identifier of an online

7 laeetin that is-

8 the tadiark 4fa person or entity ate

9 than thte person or entity registering or using the

10 identifie .

1 a(ii} stiffleientl siniilar to -a tradeffark of -a

12 pepsan er entity other t-an the person o-r entity reg-

13 isterin or using the iden-tifier en to be likely to-

14 .-ease eonfasienw itistake

15 '(ldeeeire )-

16 S±II ease Ailution &f the distineti-ve

17 naliy e-faifnns trade iark.

18 "ED9*i4 Fop the purposes of -a prsee.tion nder this

19 paragtaph if al ef Ote eonditions deseribed in ela'tse *41

20 apply to the registration or use of an identifier deseibed

21 in subparagraph* .. by -a defendant, those ,nditions sha.l

22 eonstite prin-ma faeie e.idde.ee that the registraion. o-r se

23 was a..d.ulet or in bad faith.

24 'i4 The eenditioni s r.eferred to in ela- se ki) are es

25 fallws.
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6

1 a£L& The defendan fregistered or ttsed an idertti-

2 fier deseribed itH snbpsragraph fG-

3 aa-} with itet to emase eonwfsion or

4 mistale, deeei, o eapase dilution of the dis-

5 imetves qtaity of -a fa-tons traden tark ore

6 S bb+ with the initention of iverting eon-

7 a-mers fiom thie donait or other online loe-

8 tioe of the pe-rsoo ey- -w- is the the .er of

9 a trademark desribed in sf U to

10 the doma n or eter online location of re de-

11 fendant±

12 i 2-} T6 defendant

13 L a(a prided false information in the do-

14 fendaint, - -pplieation t& register the identifier;

15 or

16 Ebb- of&e te transfer the -egist-rati o

17 the identifier to the tradeine.wner or tan-

18 othe person or entity in consideration for any

19 hi±g e vaRe.

20 LEIII The identifier is not

21 "-Ea) the defendant's legal fis nane er

22 surname; or

23 -( -a tradeinar. of the defenda ntused

24 inf legitimat eorineree before the ear4iei f t-e

25 first -se of -the registered trademark- reerred to
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7

1 i t s . o the.effeetie4ateofte

2 regstration of thot trademark.

3 L iii The appliefftie of tiasubaa shall net

4 bae e~elsiiT.Nothing in ti suptaah taye eon-

5 etrned toa lhit the applieabilt of sba--Tp

6 {b EGxR umrLI~rs.

7 +--IN GENERAL. -Pursuant to0 the ttthorit

8 grantted to the United States Sewtenteing (Gaifflr

9 sion tinder seetion 994(p) of title 2-85 United States

10 Uede-. the Untited States Sentteneing Conmnissien

II shall

12 (Afe-6e the Federal senteneing g-aide-

13 hines forp eritites against .te.eetui proper

14 (lueltiding offenses under seetion 242- of titl

15 -, iteStates Code), tnd

16 (Bt p.e.ti.gate sneh antendments to the

17 Federal Senfteneing Guidelines la atre neeessar

18 to ensitie that the applieatle senttentee for ft do-

19 fenidant eoiieted ofta erinte against intelieetutd

20 prpe.. is saffieiet strintget to deter .eh

21 a erinte.

22 W2+ F-A@TE)RIS FER COSEDERATiON. in ear-

23 riTtg ot this seibseeim the United States Syen.

24 tenein . ...i..iissi. shall-
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8

1 take in-to aeeenn thie findings under

2 seetio -2,-at±td

3 (B+ enistre that the anendteits pronttl-

4 gated nader paetagrap (1)(B) adeeate pro-

5 i-de fff senteneing for epiaes desertied int

6 p...... fseeienQ22()af ttl8

7 United States Gode, a added by s-abseetion {a.

8 SEC. 5. LrM-TAT! OF LIBILITh.

9 Seation 9# of the Aet enttitled i~ Aet to piro-id for

10 the registration and proteetioft of trade-matprs neSed in

11 eonnervee, to ear out te provisions of eertaiinter-

12 national eo....R.ei.s a... d for other p.poses, appo..ed

13 4uly -- 446-, (eomi...ty referred to as the "Trademark

14 Aet of 14624 " -5 US. .44W is amended by addin

15 - the end the falo -i..g

16 "(e}(4) In this s..seetie the term ....ernet ha the

17 mfeaniiit giwnm that termt in seetiont 230{f (44 of the Qoint-

18 f-inieationts Aet of 1944 (47 ThSQ 280(f)(1)).

19 "(2)-(A) An litternet se±#vee pro-ider, domfain nam-e

20 registrar, or regisr desertbed in sAparagmTph {B4 shall

21 not be li-able for moinetar relief to aniy person for ft -re-

22 fival orP tipansfer desertbed inh that suptap T67thvet

23 regard to whether the domainmanfe or other identifier is

24 uiltimtatey deterfilned to be intfinging or diluitive.
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9

1 L(Bj Aat internet se±#iee preer domaift namffe -reg-

2 istor, r egistyrfepredt-ehtupra~p~ i-p

3 iter registpar, or registry tlat pon reeeipt of ft wrfitten

4 .totiee frot ,te orer o f a tradeinark registered it the

5 Petentfd Tfradentark Offlee refeves front det .a...nae

6 se4ee {DNS) ser~ee or registration .Or. t.,ransfers t the

7 tradenark oinery nit Internt doalt nante or other iden-

8 tufter of an online location alleged t& 13e ihiigif or dilit-

9 #t i n p -n mslt~t

10 -} a eo ode, o

11 liii+ the reasonable t npieentio o -a poly

12 prohibiting the naiituthorized reitainor tse of

13 aftethep's registered tradentark as enu Interniet do-

14 tttain nante " ethr ide.ii. of fnt o4ife oeea-

15

16 SECTION 1. SHORT TITLE; REFERENCES.

17 (a) SHORT TITLE.-Utis Act may be cited as the

18 "Anticybersquatting Consumer Protection Act.".

19 (b) REFERENCES TO THE TRADEMARK ACT OF 1946.-

20 Any reference in this Act to the Trademark Act of 1946

21 shall be a reference to the Act entitled 'An Act to provide

22 for the registration and protection of trade-marks used in

23 commerce, to carr-y out the provisions of certain inter-

24 national conventions, and for other purposes". approved

25 July 5, 1946 (15 U.S.C. 1051 et seq.).
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1 SEC. 2. FINDINGS.

2 Congress finds the following:

3 (1) The registration, trafficking in, or use of a

4 domain name that is identical to, confusingly similar

5 to, or dilutive of a trademark or service mark of an-

6 other that is distinctive at the time of registration of

7 the domain name, without regard to the goods or serv-

8 ices of the parties, with the bad-faith intent to profit

9 from the goodwill of another's mark (commonly re-

10 ferred to as "cyberpiracy" and "cybersquatting")-

11 (A) results in consumer fraud and public

12 confiusion as to the true source or sponsorship of

13 goods and services;

14 (B) impairs electronic commerce, which is

15 important to interstate commerce and the United

16 States economy;

17 (C) deprives legitimate trademark owners of

18 substantial revenues and consumer goodwill; and

19 (D) places unreasonable, intolerable, and

20 overwhelming burdens on trademark owners in

21 protecting their valuable trademarks.

22 (2) Amendments to the Trademark Act of 1946

23 would clarify the rights of a trademark owner to pro-

24 vide for adequate remedies and to deter cyberpiracy

25 and cybersquatting.
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1 SEC. 3. CYBERPIRACY PREVENTION.

2 (a) IN GENERAL.-Section 43 of the Trademark Act

3 of 1946 (25 U.S.C. 1125) is amended by inserting at the

4 end the following:

5 "(d)(1)(A) Any person who, with bad-faith intent to

6 profit from the goodwill of a trademark or service mark of

7 another, registers, traffics in, or uses a domain name that

8 is identical to, confusingly similar to, or dilutive of such

9 trademark or service mark, without regard to the goods or

10 services of the parties, shall be liable in a civil action by

11 the owner of the mark, if the mark is distinctive at the time

12 of the registration of the domain name.

13 "(B) In determining whether there is a bad-faith in-

14 tent described under subparagraph (A), a court may con-

15 sider factors such as, but not limited to-

16 "(i) the trademark or other intellectual property

17 rights of the person, if any, in the domain name;

18 "(ii) the extent to which the domain name con-

19 sists of the legal name of the person or a name that

20 is othervise commonly used to identify that person;

21 "(iii) the person's prior use, if any, of the do-

22 main name in connection with the bona fide offering

23 of any goods or services;

24 "(iv) the person's legitimate noncommercial or

25 fair use of the mark in a site accessible under the do-

26 main name;HeinOnline  -- 1 Anticybersquatting Consumer Protection Act: A Legislative History of Public Law No. 106-113 Appendix I, 113
Stat 1501A-545 11 2002



12

1 "(v) the person's intent to divert consumers from

2 the mark owner's online location to a site accessible

3 under the domain name that could harm the goodwill

4 represented by the mark, either for commercial gain

5 or with the intent to tarnish or disparage the mark,

6 by creating a likelihood of confision as to the source,

7 sponsorship, affiliation, or endorsement of the site;

8 "(vi) the person's offer to transfer, sell, or other-

9 wise assign the domain name to the mark owner or

10 any third party for substantial consideration without

11 having used, or having an intent to use, the domain

12 name in the bona fide offering of any goods or serv-

13 ices;

14 "(vii) the person's intentional provision of mate-

15 rial and misleading false contact information when

16 applying for the registration of the domain name;

17 and

18 "(viii) the person's registration or acquisition of

19 multiple domain names which are identical to, con-

20 futsingly similar to, or dilutive of trademarks or serv-

21 ice marks of others that are distinctive at the time of

22 registration of such domain names, without regard to

23 the goods or services of such persons.

24 "(C) In any civil action involving the registration,

25 trafficking, or use of a domain name under this paragraph,

HeinOnline  -- 1 Anticybersquatting Consumer Protection Act: A Legislative History of Public Law No. 106-113 Appendix I, 113
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13

1 a court may order the forfeiture or cancellation of the do-

2 main name or the transfer of the domain name to the owner

3 of the mark.

4 "(2)(A) The owner of a mark may file an in rem, civil

5 action against a domain name if-

6 "(i) the domain name violates any right of the

7 registrant of a mark registered in the Patent and

8 Trademark Office, or section 43 (a) or (c); and

9 "(ii) the court finds that the owner has dem-

10 onstrated due diligence and was not able to find a

11 person who would have been a defendant in a civil

12 action under paragraph (1).

13 "(B) The remedies of an in rem, action under this

14 paragraph shall be limited to a court order for the forfeiture

15 or cancellation of the domain name or the transfer of the

16 domain name to the owner of the mark.".

17 (b) ADDITIONAL CIVIL ACTION AND REMEDY.-The

18 civil action established under section 43(d)(1) of the Trade-

19 mark Act of 1946 (as added by this section) and any rem-

20 edy available under such action shall be in addition to any

21 other civil action or remedy otherwise applicable.

22 SEC. 4. DAMAGES AND REMEDIES.

23 (a) REMEDIES IN CASES OF DoMAIV NAiE PIRACY-

24 (1) INJuNcTIONS.-Section 34(a) of the Trade-

25 mark Act of 1946 (15 U.S.C. 1116(a)) is amended in
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14

1 the first sentence by striking "section 43(a)" and in-

2 serting "section 43 (a), (c), or (d)".

3 (2) DAIAGE.-Section 35(a) of the Trademark

4 Act of 1946 (15 U.S.C. 1117(a)) is amended in the

5 first sentence by inserting ", (c), or (d)" after "section

6 43 (a)".

7 (b) STATUTORY D L4GEs.-Section 35 of the Trade-

8 mark Act of 1946 (15 U.S.C. 1117) is amended by adding

9 at the end the following:

10 "(d) In a case involving a violation of section 43(d) (1),

11 the plaintiff may elect, at any time before final judgment

12 is rendered by the trial court, to recover, instead of actual

13 damages and profits, an award of statutory damages in the

14 amount of not less than $1,000 and not more than $100,000

15 per domain name, as the court considers just. The court

16 shall remit statutory damages in any case in which an in-

17 finger believed and had reasonable grounds to believe that

18 use of the domain name by the infringer was a fair or other-

19 wise lawful use. ".

20 SEC. 5. LIMITATION ON LIABILITY.

21 Section 32(2) of the Trademark Act of 1946 (15 U.S.C.

22 1114) is amended-

23 (1) in the matter preceding subparagraph (A) by

24 striking "under section 43(a)" and inserting "under

25 section 43 (a) or (d,)'" and
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1 (2) by redesignating subparagraph (D) as sub-

2 paragraph (E) and inserting after subparagraph (C)

3 the following:

4 "(D)(i) A domain name registrar, a domain

5 name registry, or other domain name registra-

6 tion authority that takes any action described

7 under clause (ii) affecting a domain name shall

8 not be liable for monetary relief to any person

9 for such action, regardless of whether the domain

10 name is finally determined to infringe or dilute

11 the mark.

12 "(ii) An action referred to under clause (i)

13 is any action of refusing to register, removing

14 from registration, transferring, temporarily dis-

15 abliwg, or permanently canceling a domain

16 name-

17 "(I) in compliance with a court order

18 under section 43(d); or

19 "(II) in the implementation of a -rea-

20 sonable policy by such registrar, registry, or

21 authority prohibiting the registration of a

22 domain name that is identical to, confus-

23 ingly similar to, or dilutive of another's

24 mark registered on the Principal Register of
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1 the United States Patent and Trademark

2 Office.

3 "(iii) A domain name registrar, a domain

4 name registry, or other domain name registra-

5 tion authority shall not be liable for damages

6 under this section for the registration or mainte-

7 nance of a domain name for another absent a

8 showing of bad faith intent to profit from such

9 registration or maintenance of the domain name.

10 "(iv) If a registrar, registry, or other reg-

11 istration authority takes an action described

12 under clause (ii) based on a knowing and mate-

13 rial misrepresentation by any person that a do-

14 main name is identical to, confusingly similar

15 to, or dilutive of a mark registered on the Prin-

16 cipal Register of the United States Patent and

17 Trademark Office, such person shall be liable for

18 any damages, including costs and attorney's fees,

19 incurred by the domain name registrant as a re-

20 sult of such action. The court may also grant

21 injunctive relief to the domain name registrant,

22 including the reactivation of the domain name

23 or the transfer of the domain name to the do-

24 main name registrant. ".
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1 SEC. 6. DEFINITIONS.

2 Section 45 of the Trademark Act of 1946 (15 U.S.C.

3 1127) is amended by inserting after the undesignated para-

4 graph defining the term "counterfeit" the following:

5 "The term 'Internet' has the meaning given that

6 term in section 230(f)(1) of the Communications Act

7 of 1934 (47 U.S.C. 230(f)(1)).

8 "The term 'domain name' means any alpha-

9 numeric designation which is registered with or as-

10 signed by any domain name registrar, domain name

11 registry, or other domain name registration authority

12 as part of an electronic address on the Internet.".

13 SEC. 7. SAVINGS CLAUSE.

14 Nothing in this Act shall affect any defense available

15 to a defendant under the Trademark Act of 1946 (including

16 any defense under section 43(c)(4) of such Act or relating

17 to fair use) or a person's right of free speech or expression

18 under the first amendment of the United States Constitu-

19 tion.

20 SEC. 8. SEVERABILITY.

21 If any provision of this Act, an amendment made by

22 this Act, or the application of such provision or amendment

23 to any person or circumstances is held to be unconstitu-

24 tional, the remainder of this Act, the amendments made by

25 this Act, and the application of the provisions of such to

26 any person or circumstance shall not be affected thereby.HeinOnline  -- 1 Anticybersquatting Consumer Protection Act: A Legislative History of Public Law No. 106-113 Appendix I, 113
Stat 1501A-545 17 2002
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1 SEC. 9. EFFECTIVE DATE.

2 This Act shall apply to all domain names registered

3 before, on, or after the date of enactment of this Act, except

4 that statutory damages under section 35(d) of the Trade-

5 mark Act of 1946 (15 U.S.C. 1117), as added by section

6 4 of this Act, shall not be available with respect to the reg-

7 istration, trafficking, or use of a domain name that occurs

8 before the date of enactment of this Act.
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