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Trade secret law has been strong and flourishing since its 1974
endorsement by the Supreme Court in Kewanee Oil Co. v.
Bicron Corp. In contrast, the patent field has been beset by
continuing difficulties characterized by major 1975-1976
Supreme Court decisions leaving computer software
unprotectable and making standards of invention and
non-obviousness more stringent. Increasing federal and state
regulatory activity and “sunshine” laws highlight the
problems of the trade secret owner and the need for constant
vigilance for protection.

As a result, trade secret law is becoming more attractive as
protection for information ranging from chemical processes to
computer software and confidential business information.

A faculty of experienced practitioners and professors will

cover basic questions and suggest practical answers. Among

the subjects they will discuss are:

® Protective programs including contract forms and
company-wide security programs

& Antitrust aspects including application of antitrust laws and
claims based on trade secret misappropriation

® Protecting trade secrets in administrative proceedings

e Litigation techniques and remedial aspects

® Tax considerations

® Choice of law and use of arbitration techniques in disputes

Fee for course including Course Handbook: $200

Program Schedule:

FIRST DAY: 9:30 a.m. —4:30 p.m. ;
Morning Session: 9:30 a.m.—12:30 p.m. .

INTRODUCTION TO TRADE SECRETS

A description of the source of trade secret law and its
characteristics including a comparison with other forms of
protection, stressing the greater flexibility in the development,
use and protection of trade secrets.

TRADE SECRET PROTECTIVE PROGRAMS AND CLAUSES
Analysis of forms of a company-wide trade secret security
program; litigation uses and legal analysis of presence or
absence of a company-wide trade secret security program;
use of covenants—not—to compete and “trade secret”
clauses by and for the employee, supplier, customer; analysis
of various forms of such clauses; special trade secret litigation
techniques.

ANTITRUST ASPECTS IN THE LICENSING OF
TECHNOLOGY*

Exclusive or non-exclusive licenses; grant-back clauses;
territorial limitations upon the licensee’s use of licensed
rights; limitations upon the manner of use; tying problems;
attempting to control the licensee’s prices or the licensee’s
marketing activities; international licensing problems.

QUESTIONS AND PANEL DISCUSSION

*Seattle Program (Thursday Morning Session):
Protecting Trade Secrets in the Administrative Context

)
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ternoon Session: 2:00 p.m.—4:30 p.m.

TAXATION OF “TECHNOLOGY”

Trends and developments in tax treatment of creation,
exploitation and licensing of technology; favorable tax
treatment.

ALBERT PICK BARTH; 1S ITS DOCTRINE VIABLE OR
FORGETTABLE?

Application of antitrust laws to claims based upon trade secret
misappropriation—development and erosion of an antitrust
liability theory. Impact of alternative claims for relief;
problems in applying antitrust laws to trade secret
misappropriation claims,

QUESTIONS AND PANEL DISCUSSION

SECOND DAY: 9:30 a.m. —4:30 p.m.
Morning Session: 9:30 a.m.-12:30 p.m.

PROTECTING TRADE SECRETS IN THE ADMINISTRATIVE
CONTEXT**

Government authority to obtain business information; access
to government files; administrative investigations;
administrative adjudications. FDA new rules, Toxic
Substances Act and other special problem areas.

**Seattle Program (Friday Morning Session):
Antitrust Aspects in the Licensing of Technology

r

NEW TRENDS AND DEVELOPMENTS

The propriety of holding patentable matter as a trade secret.
How In re Bass establishes that prior invention under §102(g)
can be Prior Art and analysis of other recent cases regarding
concealment and suppression of inventions.

QUESTIONS AND PANEL DISCUSSION

Afternoon Session: 2:00 p.m.—4:30 p.m.

TRADE SECRET LITIGATION:

INJUNCTIONS AND OTHER EQUITABLE REMEDIES
Express and implied contracts, covenants not to compete,
confidential relationships. Plaintiff’s burden of proof for
obtaining preliminary injunction. Requirements of Federal
Rules of Civil Procedure. Enjoining third parties. Relationship
between preliminary and permanent relief. Effect of partial
disclosure or marketing by plaintiff. Duration and threat of a
permanent injunction. Supplemental relief after final
judgment.

DISPUTES: CHOICE OF LAW AND USE OF ARBITRATION
TECHNIQUES

An analysis of special considerations for a trade secret choice
of law, such as enforcement of an agreement in a state with
statutory public policy against restrictive covenants;
consideration of the desirability of arbitration; an analysis of
the key elements of an effective arbitration clause appropriate
to trade secret licenses and similar agreements.

QUESTIONS AND PANEL DISCUSSION
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White & Case,

New York City

(New York City only)

PLI Program Attorney:
RUTH DRUSS

All registrants receive this reference work at no additional
charge:

PROTECTING AND PROFITING FROM TRADE SECRETS
1977 —A Course Handbook

(Regular Price: $20)

Containing outlines and articles augmenting the lectures

to be presented at the program, this softbound handbook to
be distributed to subscribers to the 1976-77 Patents,
Copyrights, Trademarks and Literary Property Course
Handbook Series Subscription, may also be purchased on an
individual basis by those unable to attend the seminar.

(Handbook available on date of first program.)



PLI Publications: ORDER ANY TITLE ON A TEN-DAY APPROVAL BASIS

1976 Updated and Combined Edition Now In Its Second Printing
CIVIL LITIGATION AND TRIAL TECHNIQUES
by Harry Sabbath Bodin, Editor and Co-Author

This updated, expanded and combined edition of PLI's former
five-volume “Trial Techniques Library” is a practical and
authoritative working tool for dealing with every aspect of litigation.

The contributing authors to this volume, noted trial attorneys and
members of the judiciary, explain the methods, tactics and
techniques employed in the preparation of typical cases, from
interviews with clients and witnesses to trial tactics.

For a detailed brochure, please write PLI’s Book Sales Department.
1976, 739 Pages (hardcover), $40, Order #H3-2934

1976 Revision

FEDERAL CLASS ACTION DIGESTS 1976
Third Edition

Edited by Joseph T. McLaughlin

This third edition digests almost twice the number of federal
decisions interpreting Federal Rule of Civil Procedure 23 than the
previous edition contained. All practitioners will particularly benefit
from the subject matter index. There is also an index of judges
categorizing all decisions of the Second Circuit Court of Appeals and
the Eastern and Southern Districts of New York. To insure
completeness, the decisions were located with computer assistance.
Cases are arranged chronologically under fourteen subject headings
so trends in development of the law can be followed.

Digest of Cases:

Antitrust; Copyright, Patent and Trademark; Civil Rights;
Environmental; Labor Law; National Bank Act; Prisoner Petitions;
Securities; Truth-in-Lending Act; Tort Actions; Unreported;
Politics/Voting Rights; Government Assistance/Welfare; Other;
Index of Judges; Table of Cases; Topical Index.

For a detailed brochure, please write PLI’s Book Sales Department.
1976, 855 Pages (hardcover), $40, Order #H3-2933

1976 Edition 4
UNDERSTANDING THE ANTITRUST LAWS

Seventh Edition

By Jerrold G. Van Cise

This PLI classic is a clear, concise and interesting examination of
antitrust principles. This edition covers the latest Supreme Court
antitrust cases, new legislative developments and expanded
coverage of compliance procedure.

Summary of Chapters:

Approaching the Laws; Identifying the Statutes; Reviewing the
Cases; Constructing the Law; Advising the Client; Enforcing the
Laws; Planning for Compliance; Conclusion and Caveat; Appendi
Federal Antitrust Legislation; Table of Cases; Index.

1976, 463 Pages (hardcover), $30, Order #B1-1237

CURRENT TRENDS IN DOMESTIC AND INTERNATIONAL
LICENSING 1976— A Course Handbook**

Marcus B. Finnegan and Robert Goldscheider, Program Chairmen,
and Six Panelists

This Course Handbook, prepared for distribution at the January an
February 1976 courses to supplement the lectures, contains
summaries of the most important decisions in the European
Economic Community. Sample licensing clauses illustrate the
discussion of licensing patents, trademarks, copyrights and
know-how at home and abroad.

1976, 524 Pages (softcover), $20, Order #G4-2699

COMPUTER USE AND ABUSE Library

The Computer Framework For Complex Litigation Course
Handbook, prepared to supplement the April 1976 lectures,
examines such questions as pretrial utilization, security problems
and proprietary rights in software. Computer Abuse 1976, prepared
to supplement the July 1976 lectures, emphasizes protection of
intangible industrial property rights.

THE COMPUTER FRAMEWORK FOR COMPLEX LITIGATION

A Course Handbook*

James T. Halverson and Robert E. Mitchell, Program Chairmen, and
Six Panelists

1976, 284 Pages (softcover), $20, Order #H4-3828

COMPUTER ABUSE 1976 —A Course Handbook*
Thomas Franklin, Program Chairman, and Eleven Panelists

1976, 168 Pages (softcover), $20, Order #H4-3830
SPECIAL OFFER: Save $10, Both Volumes: $30, Order #H6-2937

Note On Special Offers: Credit cannot be allowed for previously
purchased publications nor will substitutions be made.

SEND FOR YOUR FREE COPY OF PLI'S 1576 BOOK CATALOG
(SEE ORDER FORM)

1976 —-1977 COURSE HANDBOOK SERIES SUBSCRIPTIO!
(9/1/76 -8/31/77) a

Patents, Copyrights, Trademarks and Literary Property, $100 plus
$8 postage and handling, Order #G4-0009

A PLI Course Handbook Series Subscription provides the busy
practitioner a quick and economical way of keeping up with curre
trends, developments and problems.

Each 57" x 8%" softbound Course Handbook is published in
conjunction with a PLI program and prepared by its faculty.
Containing topical outlines, checklists, forms, sample documents
and relevant articles, these PLI Course Handbooks are compilatior
of the latest practical and technical information and are often the
only available sourse of printed material on a specific subject.

In a series subscription year, all the Course Handbooks are mailed t
the subscriber upon publication.

If you subscribe now, the series subscription is retroactive to
September 1, 1976, the beginning of the subscription year. Becaus
Course Handbooks may be purchased individually for $20, a serie
subscription offers considerable savings.

For a detailed brochure, including a description of the additional
series, please write PLI’s Sales Department.

The following softcover Course Handbooks have already been
published and are in the current series subscription:
PATENT ANTITRUST, 1976, 140 pp, Order #G4-3609, $20

COMMUNICATIONS LAW 1976, 1976, 802 pp, Order #G4-3611,
$20

CURRENT DEVELOPMENTS IN PATENT LAW 1976, 1976, 485 p»
Order #G4-3612, $20

CURRENT DEVELOPMENTS IN CATV AND PAY TELEVISION,
1977, 562 pp, Order #G4-3613, $20

To order, please write PLI’s Book Sales Department,

*Distributed as part of the 1975 76 Litigation Course Handbook Series Subscription
**Distributed as part of the 1975 ~76 Patents, Copyrights, Trademarks and Literary Property Course Handbook Series Subscription




Legal Notes And Viewpoints:

?HE BOARD OF DIRECTORS MEETING

Who should be in charge of board meeting? What are the important
questions raised in connection with the meeting? Thomas S. Loo of
the California Bar discusses these questions.

i. WHO RUNS THE MEETING?

A. The chairman of the board or the board agent. A number of
years ago the question would have been viewed as naive;
today, it evokes a controversial response.

1. Traditional.—The chairman of the board reciting
management’s agenda.

2. The Divided Function.—One of the most articulate
spokesman for separating the functions of the chairman of
the board and the CEO has been Courtney C. Brown. See
Brown, Courtney C., Putting the Corporate Board To
Work." In this text, Dr. Brown argues that in order for
companies and boards of directors to operate more
effectively, the role of chairman of the board be
specifically defined and delegated to a person other than
the CEO. Juran and Louden have also urged this concept
and have identified this function as the “board’s agent.”
See Juran, J. M. and J. Keith Louden, The Corporate
Director. See also Koontz, Harold D., The Board of
Directors and Effective Management at p. 199.

B. The Brown Proposal.

1. In collaboration with the chief executive officer and the
other board members the chairman would:

, a. Schedule the meetings of the full board and its several
F committees;

b. Organize and present the agenda for regular or special
board meetings;

¢. Review the adequacy of documentary materials in
support of management’s proposals that are sent to all
board members for their study in advance of meetings.
Alternatives that may have been considered should be
disclosed;

d. Assure adequate lead time for the effective study and
discussion of the business under consideration;

e. Take under continuous review the flow of information
to and from board members;

f. Propose to the board for its approval a committee
structure together with the assignments of fellow
members as committee chairmen;

. Assign specific tasks to members of the board;
. Establish procedures to govern the board’s work;
. Prepare and distribute proxy material to stockholders;

. Most importantly, in collaboration with his fellow
directors, identify guidelines for the conduct of the
directors and assure that each is making a significant
contribution.

At least one major U.S. company (Connecticut General
Life Insurance) has adopted Brown’s proposal. See
Forbes, “Board Power.”

2. Selection.—Query whether the chairman of the board or
the board agent ought to be selected from the corps of
? outside directors? The Juran and Louden Proposal has an
| important additional function for the board administrator
by “[providing a liaison] between the board and the
outside directors between meetings. In this connection, he
answers their requests for information and he also requests

—- - T 0

their aid in special undertakings.” (The juran and Louden
Proposal at 279.) It would seem that for sucha liaison to be
effective such person would have to be one of the outside
directors.

3. Staffing.— The Brown Proposal differs from a proposal
made by Arthur Goldberg in connection with his.
resignation from TWA's board. Goldberg proposed a
separate staff with separate available funds if outside
consultants were deemed necessary. Business and Society
Review: “Arthur Goldberg on Public Directors.” Brown’s
Proposal utilizes existing company staff to accompl ish the
foregoing.

il. THE BOARD MEETING
A. Frequency.— Although the number of meetings will vary

from company to company depending upon size, committee
structure, etc., it is difficult to believe that board
responsibilities can be discharged without at least 10 or 12
meetings per year. See, Koontz at 156.

. Duration.—How long is sufficient? Generally the duration of

the board meeting will be dependent upon the amount of
advance time spent in the following areas:

1. Agenda.—No meeting can be well conducted without a
carefully construed agenda distributed in advance. The
agenda must be organized in logical sequence to assure
that sufficient time is available for important items. It has
been suggested that a board chairman or board agent set
the agenda.

2. Advance Reporting.—Prior to the board meeting, well
managed companies should endeavor to send advance
reports including financial information and background
information on decisions to be made. Preliminary draft
minutes of previous meetings and proposed press releases
should also be distributed in advance.

3. Access to Information.—Should directors be given
unabridged access to information? Compare Cabot, Louis
W., “From the Boardroom,” Harvard Business Review,
with Koontz at 160-61.

4. Special Board Briefings.—With respect to special matters
that some outside directors may not be familiar with, it
may be necessary and advisable to hold special briefing
sessions.

5. Committees.— Duration of the meeting will depend upon
the number effectively functioning committees including:

. Executive

. Audit

. Finance

. Litigation and Claims

. Nominating and Selection
. Compensation

g. Stock Options

See, The Conference Board Report at p. 51 for an
exhaustive list of board committees.

6. Number of Inside and Outside Directors.

- an T

. Location.—Most companies that operate nationally or

multinationally hold meetings at places other than the home
plant or executive offices. Meetings held at other than a
regular place may create quorum problems.

1. Common law rule required quorum could only be
established if persons were in the $ame room.

2. Recent statutory changes or permit meetings to be held by
telephone. See, e.g., Del. Code Ann. tit. 8, § 141(i).




D. Nondirectors in Attendance.—What groups should be
present or available?

1. In-house counsel.
2. Outside counsel.
3. Independent auditors.
4. Internal auditors.
5. Key personnel.
E. Voting.

1. Problem areas.—When should formal votes be taken?
Should the outcome be known in advance? {Schools of
thought: “Reasonable men can differ” versus “intelligent
men always concur in the best solution.” See juran and
Louden Proposat at 285-86.]

2. Forms of board approval.,
a. “Sense of the meeting”
b. “No objection”
c¢. Recorded motion and vote
F. The Secretary to the Board.
1. General responsibilities

a. Distribution of agenda and advance information
packages

b. Physical arrangement of facilities
¢. Notices
d. Preparation of minutes

2. Who should serve as secretary to the board?
a. Secretary of the corporation
b. Fulltime administrative employee
c. Another director

3. Importance of proper minutes

Iil. CONCLUSION

The growth in the number of companies having a majority of
outside independent directors on their boards has raised new
concerns over who runs and how board meetings are to be run.
For outside directors to be effective they must be given the
opportunity to effectively monitor the activities of management.
One step in providing such an opportunity lies in a critical
rethinking of the board meeting function.
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N.Y. Business Corporation
Law §§ 701, 712
(McKinney 1963 Supp. 1976)

§ 701. Board of Directors

Subject to any provision in the certificate of incorporation

authorized by paragraph (b) of section 620 (Agreements as to voting;

provision in certificate of incorporation as to control of directors)
~or by paragraph (b) of section 715 (Officers), the business of a

corporation shall be managed by its board of directors, each of

whom shall be at least eighteen years of age. The certificate of

incorporation or the by-laws may prescribe other qualifications

for directors.

As amended L.1965, c. 803, § 25; L.1974, c. 899, § 2.

§ 712. Executive Committee and Other Committees

(a) If the certificate of incorporation or the by-laws so provide, the
board, by resolution adopted by a majority of the entire board, may
designate from among its members an executive committee and
other committees, each consisting of three or more directors, and
each of which, to the extent provided in the resolution or in the
certificate of incorporation or by-laws, shall have all the authority of
the board, except that no such committee shall have authority as to
the following matters:

(1) The submission to shareholders of any action that needs
shareholders’ authorization under this chapter.

(2) The filling of vacancies in the board of directors or in any
committee.

(3) The fixing of compensation of the directors for serving on the
hoard or on any committee.

(4) The amendment or repeal of the by-laws, or the adoption of
new by-laws.

(5) The amendment or repeal of any resolution of the board which by
its terms shall not be so amenable or repealable.

{b) The board may designate one or more directors as alternate
members of any such committee, who may replace any absent
member or members at any meeting of such committee.

{c) Each such committee shall serve at the pleasure of the board.

The designation of any such committee and the delegation thereto

of authority shall not alone relieve any director of his duty to the
corporation under section 717 (Duty of directors and officers). ﬁ
L.1961, c.855, eff. Sept. 1, 1963.
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ACCOMMODATIONS

PLI has reserved a limited number of rooms in each city where the program
will be held. Because these reservations will be kept for only three weeks
prior to the program, it is important that you correspond directly with the
hotel as soon as possible and identify yourself as a PLI registrant. Your
reservation request should include your name and address, arrival date,
departure date and the name of the PLI program you are attending.

New York City accommodations will be at the New York Sheraton Hotel, 870
Seventh Avenue, New York, New York 10019. Telephone (212) 247-8000. The
rates at the New York Sheraton Hotel range from $39 to $52 for singles and
from $49 to $62 for twins.

Seattle accommodations will be at the Washington Plaza Hotel, Fifth Avenue
at Westlake, Seattle, Washington 98101. Telephone (206) 624-7400. The

rates at the Washington Plaza Hotel are $40 or $45 for singles and $50 or $55
for twins.

RETURN PRIVILEGE:

All PLI publications may be returned within ten days of receipt for a full
refund or credit.

SAVE POSTAGE AND HANDLING CHARGES:

If check accompanies order, other than Course Handbook Series
Subscription, PLI will pay 4th Class Mail (Book Rate) postage and handling
charges. Please allow four weeks for delivery.

PRE-REGISTRATION:

Pre-registration for PLI programs and workshops is encouraged to insure
adequate meeting space and advance notice to registrants in the event of a
limitation on enrollment or other program change.

CANCELLATION POLICY:

Under PLI's standard cancellation policy, if notice is received before the

Please enroll me in Protecting and Profiting From Trade Secrets and

reserve my complimentary copy of the Course Handbook, $200

[0 G8-3255 June 2-3, 1977, New York Sheraton Hotel,
New York City

[0 G8-3256 June 16-17, 1977, Washington Plaza Hotel, Seattle

0 G4-3619 | cannot attend the program. Please send me on 10-day
approval the Protecting and Profiting From Trade
Secrets 1977 Course Handbook when it is available
on or about June 2, 1977, $20.

[CPlease Send Me Membership Information
[JPlease Send Me A Free Copy Of PLI’'s 1976 Book Catalog

OPlease Check If Dues-Paying Member

$______ check enclosed. D Bill my Firm D Bill me

opening session, registration fees will be refunded. All program accounts
should be settled no later than the first session of this program. To cancel by
telephone, please notify the Institute’s Registration Department (212)
765-5700 ext. 271. :

TAX DEDUCTION OF EXPENSES:

An income tax deduction may be allowed for expenses of education
(including travel, meals and lodging) undertaken to maintain and improve
professional skills (see Treas. Reg. 1.162-5; Coughlin v. Commissioner, 203
F.2d 307).

PLI MEMBERSHIP:

Dues-paying PLI members are entitled to a 10 percent discount on PLI
programs and publications. If you would like PLI membership information,
please check the appropriate box on the order form.

ADDRESS CHANGES:

Please send address changes and related requests to the attention of Direct
Mail at PLI and include a sample mailing label. Because of our computerized
list system and advance printing of labels, please allow up to six weeks for
your change to take effect.

EDUCATIONAL COURSE CREDIT:

Several states have adopted mandatory continuing legal education
requirements and specialty certification rules. For information about PLI
courses approved for CLE credit, please write to Practising Law Institute, 810
Seventh Ave., New York, New York 10019.

PRACTISING LAW INSTITUTE is a nonprofit educational organization
chartered by the Board of Regents of the University of the State of New York.
Financially self-supporting, its income is derived from enroliment fees,
membership dues and the sale of books and other materials.

TAPE RECORDING OF PLI PROGRAMS IS NOT PERMITTED

PLI Publications On 10-Day Approval (allow four weeks for delivery).
Please send:
O B1-1237
0O H3-2933
[J H3-2934
J G4-2699

Understanding the Antitrust Laws, $30
Federal Class Action Digests 1976, $40
Civil Litigation and Trial Techniques, $40

Current Trends in Domestic and International Licensing 1976,
$20
The Computer Framework For Complex Litigation, $20

Computer Abuse 1976, $20
Computer Use and Abuse Library, Both Volumes, $30

0 H4-3828
0 H4-3830
0 He-2937

Please enter my subscription for the 1976 ~77 Patents, Copyrights,

Trademarks and Literary Property Course Handbook Series:

(O G4-0009 Patents, Copyrights, Trademarks and Literary Property Course
Handbook Series Subscription, $100 (Non-members: add
$8.00 postage and handling charges)

PLEASE PRINT IN BOXES USE CAPITAL LETTERS SPACE BETWEEN WORDS

FIRM NAME (FJRST THREE NAMES ARE SUFFICIENT)

IESEEEENEEEENEEEREEEREEEEER

INITIALS LAST NAME

IREpEEENEERANEEENER

BILLING ADDRESS

LTI ITTTIT]

CITY STATE ZIP CODE

(TTTTTITITY O CITTTT (sele]

MAKE CHECK PAYABLE AND MAIL TO: Practising Law Institute,
810 Seventh Avenue, New York, N.Y. 10019 (212) 765-5700.
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