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to the appellant, Joseph Tngels wmight, as hie is averred to
have done, assign to her his right to and property in said
trade-mark. The assignment and the right to make it did
not in any way depend upon the time at which the appeliant
might engage in business. Nor was it neeessary to the valid-
ity of the transfer of the trade-mark that the place of busi-
ness or drills actually manufactured should be transtevved.
It was enough if the right to engage in the business was
assigned.  As incident to the assigmnent of this right, 12 was
quite competent to assign the right to the trade-mark.”

3 122. Partnership generally acquires tmdetmark of individ-
ual partners.

When a partnership is formed to manufacture the article
to which a trade-mark is properly applivd, the trade-mark of
one partner, in the abscnee of special vegulations, becomes
part of the partnership property.!® 1t where the owner
of a business, and of the realty used in the business, took two
of his clerks into partnership, but did not place the realty or
the trade-mark in the concern as a part of its capital stock,
it was held that the trade-mark did not become partnership
property, even though used on packages confaining goods
manufactured by the fivin.!4

1% I'ilkins v. Blackman (1876) 13 Blatehf, 440, TFed. Cas. No. 4,784
Bury v. Bedford (1864) 10 Jur. 503; Hoxie v. Chaney (1887) 143
Mass, 192. See, also, Sohier v, Johnson (1872) 111 Mass. 238.

t4 Kidd v. Johnson (1879) 100 U. S. 617.

In Kidad v. Johnson (1879) 100 U. S. 617-619, Field, J.: *"At this
time, and subsequently until its sale in 1868, the real property in
Cincinnati upon which the business was conducted, and the distit-
lery, with its fixtures and appurtenances, helonged to Pike, individ-
uaily. In 1868, the firm moved its entire business to New York
City, and Pike sold the real property in Cincinnati, and the stilis,
tubs, engines, boilers, tubing, and all apparatus iun his distiflery.
for the consideration of $125.000, to the firm of Mills, Jobnson &
Co.. who were also engaged in the manufacture and sale of whiskey
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£ 123. Firm may have license from individual partner, which
will revert to owner on dissolution of partnership.

In Batcheller v, Lhomson it appeared that a manufacturer
of corsets in lingland adopted a trade-mark before its use
in this country, and its application to the goods before their
unportation, and its distinet ownership, were known and
acted upon by a firm in New York of which the manufac.

at that place. At the same time, Pike executed and delivered to
the purchasers a scparate instrument, stating that, having sold his
premises to them, he extended to them and their successors the
use of all his brands formerly used by him in his Cincinnati house.
* & * 'The principal question for determination i8 whether the
complainants, claiming under the sale of Pike to their predecessors,
or the defendant Kidd, claiming as survivor of {said firm] S. N. Pike
& Co., have the exclusive right to the trade-mark mentioned. The
court below decided that the complainants possessed the exclusive
right, and our judgment approves of the decision. It is admitted
that Pike was the owner of the trade-mark when he took two of his
clerks into partnership and formed the firm of 8. N. Pike & Co.
He did not place his interest in the trade-mark in the concern as
a part of the capital stock. He allowed the use of it on packages
containing the whiskey manufactured by them, but it no more be-
came partnership pronerty from that fact than did the realty itself,
which he also owned, and on which their business was conducted,
* % * They [{S. N. ', & Co.] knew of his conveyance of {ts usec
to Mills, Johnson & Co., on the first of October, 1868, when they re-
moved their own business to New York, and made no objection to
the transfer. ® * * That transfer was plainly designed to con-
fer whatever right I’ike possessed. It in terms extends the use of
the trade-mark to Mills, Johnson & Co. and their successors. Such
use, to be of value, must necessarily be exclusive. JIf others also
could use it, the trade-mark woitld be of no service in distinguishing
the whiskey of the manufacture in Cincinnati; and thus the com-
pany would lose all the bencfit arising from the reputation the
whiskey there manufaciured had acquired in the market. ‘The right
to use the trade-mark is not iimited to any place, city, or state, and
therefore must be decmed to extend everywhere, Such is the uni-
form construction of licenses to use patented inventions. 1f the
owner imposes no limitation of place or time, the right to use is
leemed perpetual and coextensive with the whole country.”

(236)



Ch. 6] TRANSFER OF TRADE-MARKS. § 124

turer was 8 member.  The goods so manufactured and stamp-
ed in England were sold to the New York firm, and the
trade-mark was subsequently permitted by the owner to be
used by the firm on corsets manufactured by it in the United
States. It was held that this licensed use in the business of
the firm of the trade-mark owned by one partner did not
place the trade-mark in the firm, as a part of its assets,
nor make it partnership property. It was further held that,
on dissolution of the partnership, and the transfer by the
owner of the trade-mark ot his interest in the factory proper,
such owner could continue in the purchaser the right to use
the trade-mark whieh he had previously permitted the firm to
use n their factory.'®

¥ 124. Firm or corporation succeeding to business acquires
trade-mark.

Where a firm or corporaiton is organized to succeed to
a business in whieh a trade-mark is used, and the business,
with the assets and goodwill thercof, arve transferred to such
firm or corporation, the latter will also acquire the exclusive
right to the trade-mark, in the absence of special regulations,
unless the mark 1s of such a personal character that its>use
by the firm or corporation would constitute a fraud upon
the publie.!S

15 (1889) 35 C. C. A, 532, 93 Fed. 660, reversing 86 Fed. 630,

16 Chattanooga Medicine Co. v. Thedford (1894) 66 Ifed. 544; Oakes
v. Tonsmierre (1883) 49 Fed. 447: Richmond Nervine Co. v. Rich-
mond (1895) 159 U. 8. 253;: Brown Chemical Co. v. Mever (1891)
130 U. S. 540; Filkins v. Blackman (1876) 13 Blatchf. 440, Fed. Cas.
No. 4,78CG; Bury v. Bedford (1864) 10 Jur. (N. 8$.) pt. 1, p. 503, De
Gex, J. & 8. 352; Solis Cigar Co. v. Pozo (1891) 16 Colo. 388: Cut-
ter v. Gudebrod Bros. Co. (1899) 44 App. Div. (N. Y.) 605: Alle-
grettf v. Allegretti Chocolate Cream Co. (1898) 177 I1I. 129.

In Snyder Mfg. Co. v. Snyder (1896) 54 Ohio St. 86, 96, Williams,
J.: “We are not reluctant, therefore, in holding that, upon the dis-
solution of a trading co-partnership, its assets, including the good-
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§ 125. Partners remaining in firm entitled to firm trade-
marks,

The general rule as to acquirement by the remaining part-
ners of the trade-marks of a eepartnership upon the retirving
of one or more of the members of the firm is thus stated by
the supreme court of the United States in Menendez v, Tolt:
It may be that, where a tirm is dissolved, and ceases to exist
under the old name, each of the former partners would be al-
lowed to obtain ‘his share’ in the goodwill, so far as that
might consist in the use of trade-marks, by continuing such
use in the absence of stipulation to the contrary; but when a
partner retives from a firm, assenting to or acquiescing i the
retention by the other partners of possession of the old place
of business and the future conduet of the business by them un-
der the old nime, the goodwill remains with the latter as of
course.

will of the business, may be sold as a whole, either by the partners
directly, or through a receiver under an order made by a court in
a case to which they are parties; and that a purchaser thereof
under either method of sale is entitled to continue the busihess as
the successor of the firm, and make use of the firm name for that
purpose. And, further, that where the purchaser transfers the prop-
erty so acquired by him to a corporation of which he is a member,
organized to succeed to the business. it may carry on the business
in the same manner under a corporate name, including the name
which had been used Ly the firm, DBrass & Iron Works Co, v. Payne,
00 Ohio St. 115.”

In Snyder Mfg. Co. v. Snyder (1896) 54 Ohio St. 86, 97, Williams,
J.: “If it is desired to limit the right of the purchaser or his ven.
dee in the use of the firm name. or exclude such right altogether,
it should he done by siipuiation in the contract, when the sale is
made by the pariners, or by a provision to that effect in the order.
vvhen the sale is made through the court.”

17 (1888) 128 U. S. 514. See¢, also, Batcheller v. Thomson (1838)
8¢ Fed. 630: Adams v. Adams (1879) 7 Abb. N. C. (N. Y.) 29¢;
Cuervo v. Landauer (1894) 63 Fed. 1003; Merry v. l{oopes (1383)

233)



Ch. 6] TRANSFER OF TRADE-MARKS. § 126

§ 126. All partuers entitled to use trade-mark on dissolution
of firm: Hazard v. Caswell.

Where a firm, doing business in two eities, expired by lin-
itation, and the plaintifis rvightfully continned {o wrry on
business at the old place of husiness in one eiry, and, =0 far
as the goodwill of the business attached therets, must be
deemed to have aequired all the nenefit of it, it was held that.
in the absence of an agreement, a trade-mark consisting of the
word, letters, and figures, “Fstablished A. D. 1780, uscd
in the business at both pliaces, would not acerue to the plain-

111 N. Y. 415; Rankin v. Newman (1896) 114 Cal. 635, 3¢ 1. R. A.
265; De Grauw v, Schmid (3899%) 38 App. Div..(N. Y.) 189.

In Hoxle v. Chaney, and Chaney v. Hoxie (1887) 143 Mass, H92.
94, C. Allen, J.: “Under these circumstances, the bill of sale was
signed, with no ggreement, either written or oral, to take Hoxie
back as a member of the firm., By it Hoxie sold to Pegram ‘the
following goods and chattels. namely: All my right, title, and in-
terest in and to all and singular the partnership property belong-
ing to the firm of A. N. Hoxle & Co. (consisting of A, N. Hoxi¢ and
Frank R. Pegram), meaning hereby to sell and convey to said Pe-
gram gall1 my interest in the entire assets of said firm, wherever the
same may be situated.” These terms are broad, and, although the
trade-marks and the goodwill of the firm are not expressly men-
tioned, both are included within its meaning. Sohier v. Johnson.
111 Mass, 242, 243; 2 Lindley, Partn. (4th Ed.) 860, 861, 1046; Ship-
wright v. Clements, 19 Wkly. Rep. 599. Pegram therefore became
the owner of the trade-marks, and his firm of Chaney & Pegram
are now entitied to their exclusive use,”

In Merry v. Hoopes (188S) 111 N. Y. 415, 420, Peckham, J.: “All
the liabilities of the late firm [Hoopes & Merry] were assumes by
the plaintiff {Merry], and he was to succeed it in the same busi-
ness and at the same place. * * * The agreement of dissolution
specified exactly what the defendant was to have from -he firm,
and the goodwill was not there included, nor any marks or brands.
nor was defendant to succeed to the business, or any purt thereof,
and what the defendant did not take it was meant the plaintiff
should have. ® * * |In this case we hold that, if these were
trade-marks, then the plaintiff has proved such exclusive right, so
far as the facts are now presented.”
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tiff, and that each party might use the devices which consti-
tuted the trade-mark, although neither, except by agreement,

could use the name of the other.18

S 127. Same rule: Huwer v. Dannenhoffer.

In Iluwer v. Dannenhoffer ' it appeared that the parties
were formerly partners in the business of manufacturing
class chimneys for lamps, and adopted the word “Silex” as
a trade-mark. The firm was dissolved, and defendants sold
to plaintiff their interest in the real estate used for thie busi-
ness, and in certain specified property connected with it.
Nothing was said at the time about the goodwill of the
husiness, or the trade-mark, and there was no reference to
it in the bill of sale. The plaintift continued the business
at the same place, using the same trade-mark. Defendants
later commeneced and thereafter carried on the same busi-
ness in the same city, and also used the same trade-mark, and
it was held, in an action to restrain the use of the trade-mark
by defendants, that, assuming that the word “Silex” could
be used as a trade-mark, and that the firm, while it existed,
had the exclusive right so to use it, such exclusive right was
not acquired by plaintiff; that, after the dissolution, either
of the late partners could use it until in some way he had
divested himself of that right; that, as the trade-mark was
not in its nature loeal, it did not pass as an incident to what
was sold, and that it was incumbent upen the plaintiff to show
himsclf vested, by some agreement, with the exclusive right
to use it, and that, in the absence of such showing, he could
not prevail in the action.

1= Hazard v. Caswell (1883) 93 N. Y. 259, reversing (1878) 67
How. Pr. (N. Y.) 1, (1880) 46 N. Y. Super, Ct. 559. See Caswell v.
Hazard (1890) 121 N. Y. 484; Young v. Jones (1879) 3 Hughes, 274,
Fed. Cas. No. 18,159; Taylor v. Bothin (1879) b Sawy. b84, Fed. Cas
No. 13,780: Robinson v. Finlay (1878) 9 Ch. Div, 4817.

10 (1880) 82 N. Y. 490.
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§ 128. Cases of Hazard v. Caswell and Huwer v. Dannenﬁoﬁer
compared with Menendez v. Holt.

The cases of Hazard v. Caswell and Huwer v. Dannen-~
hoffer form no exceplion to the general rule stated by .the
supreme court of the United States in Menendez v. Holt. In
Tazard v. Caswell, the copartunership had stores.in two
places, and used the trade-mark in question at both stores.
The plaintiff acquired from his copartner the assets of the
firm at one store only. Hence it was held that he did not
acquire the exclusive right to the trade-mark which was
used at the other store as well. In Huwer v. Dannenhotfer
it does not appear that plaintiff acquired all of the assets of
the old firm, or that he continued the business under the same
name. In Merry v. IHoopes, the general rule stated in Men-
endez v. Holt is followed, and the decision in Merry v.
Ioopes 20 is said by the court not to be in conflict with
azard v. Caswell or Huwer v. Dannenhoffer.

$ 129. Successor may acquire right to use name from others.

Where II. sold the use of his name to C., and C. manu-
factured goods marked “H. & C.,” and, on C.’s death, his son
coutinued to manufacture goods with the same mark, and 1.
forbade him to use his name, and C.’s son replied that he
had bought from another person, named H., the right to use
his name, it was held that II. could not maintain a bill i
equity against C.’s son, settmg forth these faets as an in-
fungcment of a trade-mark, in the absence of a distinet al-
legation that the defendant used the name of H. with in-
tent to represent it to be the name of the plaintiff, and there-
by defraud and injure him.!

20 (1888) 111 N. Y. 4156, See, also, Adams v. Adama (1878) 7 Abb
N. C. (N. Y.) 292,
21 Hallett v. Cumston (1872) 110 Mass. 29.
(241)
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$ 130. Successor to original proprietor may appropriate trade-
mark,

It has been held in several cases, where a trade-mark or a
name, or a {rade-mark and name united, has been used and
recognized as denoting that the article is made at a particu-
lar establishment, that those who succeed to the establish-
ment, such as heirs, next of kin, or successors in interest,
may, in carrying on the establishment thereafter, there being
no statutory cnactment to the contrary, continue to use the
same name and trade-mark, without any reference to their
derivative title, for nobody is thereby deceived, as they get

the same article, and from the same place that they got it
before.2??

8 131. One who acquires manufactory may acquire right to
use trade-mark. '

Where a trade-mark has been used to indicate the origin
of a commercial article at a particular manufactory or place
of production, it has been held that a person who acquires
such manufactory or place of production may use such trade-
mark, even though lLe has not acquired the business formerly
carried on there, and even against the will of the original
proprietor, and although the business fornmerly carried on at
such manufactory or place of production is then carried on
elsewhere.*® Thus, in Motley v. Downman, it appeared that
the Morgans had for many years manufactured tin plates at
Carmarthen, and used “M. C.,” meaning Morgan, Carmar-
then, as a trade-mark, and dissolved about 1820. One ot
the plaintiffs, a partner in the old firm, formed a new firm,
bought the stock and goodwill, took a lease of the works, to
expire in 1827, and manufactured the plates with the same

22 Hegeman v, Hegeman (1880) 8 Daly (N. Y.) 1; Robertsen v.
Berry (1879) 50 Md. 591: Pratt’'s Appeal (1888) 117 Pa. 4V1,
23 Carmichel v. Latimer (1877) 11 R. 1. 395,
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mark., About 1825 they removed their business to Margam,
about forty-four miles from Carmarthen, and, with several
changes as to partners, continued their business and the use
of the trade-mark. From 1825 to 1836 the old works were
closed. In 1836 the deiendants hired the old works, began
business as the “M. C. Tin Plate Co.,” and maaufactured the
tin plates with the “M. C.” mark, with the word “Car-
marthen,” in large characters, under the letters “M. C.” A
bill was brought for injunction. Shadwell, V. C., granted
one, and, on appeal, Cottenham, L. C., dissolved it. He said
the real question was whether the former occupants of the
works had acquired a right to prevent subsequent tenants
from using a mark which it was clear was originally derived
from those works. The injunction was dissolved, with lib-
erty to sue at law,*?

24 (1837) 3 Mylne & C. 1,
In Prince’s Metallic Paint Co. v. Prince Mfg. Co. (1893) 57 Ped.

938, 943, Acheson, Cir. J.: “But we strongly incline to the opinion
that, in 1878-1879, the trade-mark ‘Prince’s Metallic Paint’ had be-
come S0 localized—so identified with the Prince mine and the place
of manufacture—that it was inseparable therefrom. There is sanc-
tion for this conclusion in the adjudged cases. Congress & Empire
Spring Co. v. High Rock Congress Spring Co.,, 40 N. Y. 291, 302;
Glen & Hall Mfg. Co. v. Hall, 61 N, Y. 226; Pepper v. Labrot, 8
FFed. 29; Kidd v. Johnson, 100 U. 8. 617; Atlantic Milling Co. v.
Robinson, 20 Fed. 217. It was the judgment of the general term of
the supreme court of New York, in view of everything, that the
trade-mark passed as an incident of the property to the Prince Man-
ufacturing Company, with the possession of the works.”

In Symonds v. Jones (1890) 82 Me. 302, 312, Emery, J.: *“What
is known as the ‘goodwill’ of the business is recognized by the law
as a proper subject of sale or contract, in connection with a trans.
fer of a business plant. An established business, with plants and
Jproducts well known to the trade, has a money value often far above
that of its mere plant, and this is often the controlling motive for
the purchase. Labels, trade-marks, particular words and phrases de-
vised or used to distinguish or identify the products of the plant,
and associated with such products in the public mind, are in like
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&

$ 132. Proprietor may use name of mill.

If a manufacturer has the right to label the products of
his mill with his name, he has an equal right to label them
with the name of the mill itself, provided the name is not un-
fairly assumed for the purpose, or fraudulently employed.
In Delaware & H. Canal Co. v. Clark, the supreme court of
the United States said: “Equitv will not enijoin against tell-
ing the truth,”=%

§ 133. No exclusive right to trade-mark acquired by mortgage
of lands and mill.

Where a corporation acquired, through foreclosure of a
mortgage, lands containing mines from which ore had been
obtained, and a mill whieh had been used for making paint
from such ore, and which paint had been sold under a cer-
tain trade-mark, the purchasing corporation acquired nothing
but the property sold, and no exclusive right to use the trade-
mark. The original corporation still retained its corporate
existence, its capacity to do business, its goodwill, and the
right to use its trade-mark upon paints, should it acquire
other 1nines, creet a new mill, and resume manufacturing
business.*?

manner usually transferred with the plant, and are regarded as val-
uable acquisitions for the purchasers. They are, equally with the
goodwill, proper subjects of such sale and contract.”

25 Newman v. Alvord (1867) 49 Barb. (N. Y.) 588; Glendon Iron
Co. v, Uhler (1874) 75 Pa. 467: Brooklyn White Lead Co. v. Masury
(1857) 25 Barb. (N. Y.) 413; Candee v. Deere (1870) 64 I, 439.

26 (1871) 13 Wall. 311,

27 Prince Mtg. Co. v. Prince's Metallic Paint Co. (1890) 20 N. Y.
Supp. 462. This dezision, which was rendered at special term, was
reversed by the general term (15 N. Y. Supp. 249), and the decision
of the general term was reversed by the court of appeals (135 N.
Y. 32). In doing so, the court said: ''The judgment dismissing the
complaint rendered at special term was placed by the iearned judge
upon the failure of the plaintiff to establish any exclusive right te
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§ 134. Personal name not transferable.

When the wholo pecuniary value of a name in connection
with an-ariicle of merchandise or a manufacture or a busi-
ness i3 derived solely from the personal qualities of the one
to whom the name belougs, such as his skill, special knowl-
edge, and experience, or from the fact that the article is
produced under his personal supervision, which imparts to it
a special value, the right to the name is purely personal, and
is not transferable.?8

the use of the trade-mark or label on its goods. 'The order of the
general term reversing the judgment of the special term proceeded
upon the contrary view of the question of title, and the court held
that the evidence established the title claimed by the plaintiff,. We
feel compelled to concur in the judgment of the special term dis-
missing the complaint, on the ground that, assuming that the plain.
tiff had the exclusive right to use the label ‘Prince’s Metallic Paint,’
it has, by its own conduct in the misuse of the trade-mark or label,
forfeited any right to apply to the court for protection against its
wrongful appropriation by others.,”

28 Hegeman v. Hegeman (1880) 8 Daly (N, Y.) 1; In re Swezey
(1881) 62 How. Pr. (N. Y.) 215; Cutter v. Gudebrod Bros. Co. (1899)
144 App. Div., (N. Y.) 605.

fn Mayer v. Flanagan (1896) 12 Tex. Civ. App. 405, 407, 34 S. W,
780, 786, Garrett, C. J.: “The brand or trade-mark ‘Magale’s Mon-
arch Whiskey’ was personal to the firm of J. F. Magale, since it
derived its value from the known skill, integrity, and honesty ot
the firm of J. F. Magale in selecting good whiskey, and selling it
without adulteration. By their use of the trade-mark, the plaintiffs
in error deceived their customers with the representation that the
whiskey upon which it was used was selected and sold by the firm
of 4. F. Magale, which was not the truth, and was not intended to
be the truth by the contract of assignment. It would be against
public policy to enforce such a contract. Again, since the defendant
in error could not assign the trade-mark, the contract was without
consideration, and could not be enfor-ed on that account.”

In Hegeman v. Hegeman (1880) 8 Daly (N. Y.) 1, 6, Daly, C. J.:
“When, however, the whole pecuniary value of the name, in its con-
nection with an article of merchandise, or a manufacture, or a bus-
iness, is derived solely from the personal qualities of the one to
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$ 135. Whether trade-mark assignable depends upon effect
produced by use thereof.

Where ths trade-mark consists of a name, the question
whether it is assignable depends upon the effect which the
use of the name in each particular instance is shown to have
upon the minds of the public. If it leads the public tc bu-

whom the name helongs, such as hie gkill, special knowledge, an
experieuce, or from the fact that the artisie is produced under his
personal supervision, which imparts to it an especial value, then the
right to the name is not transmissible. It is then purely persona)l;
and this is equally so with a trade-mark used and recognized, as
denoting that the article or product is made by a particular per-
son, whose skill, experience, or other personal quality, or whose
personal experience in the fabricating, preparation, or production of
it gives to it a peculiar value, which is distinguishable from a
trade-mark used as a brand of qualily, or of texture, fineness, or
other characteristics, or to indicate that it is made in a particular
establishment or manufactory, or where a name simply denotes an
established business, with whatever advantages may accerue from its
long establishment, the fact that it is generally or widely known,
and the confidence it inspires from its duration. Hall v. Barrows,
10 Jur. 55, 4 De Gex. J. & S. 156-158; Berry v. Bedford, 33 Law J.
Ch. 465: Carmichel v, Lattimer, 11 R. I. 395.”

In re Swezey (1881) 62 How. Pr. (N. Y.) 215, 219, Van Hoesen, /J.:
“The question here is whether or not the trade-mark in question
owes its value to the personal skill of Mr. Dart as a manufacturer.:
If it does, it does not pass by assignment, for the public must not
be deceived into buying goods which, though bearing his trade-
mark, are not the product of his pecullar skill. If, howeVver, it is
the machinery-—the factory—which has produced superior goods, the
trade-mark goes with the machinery. In other words, the trade-
mark is inseparable from the particular thing which gives it value,”

In Mattingly v. Stone (1889) 12 Ky. Law Rep. 72, 75, 12 S. W.
467, 469, Holt, J.: “It will be noticed that the words composing
the brand, save the name of the appellee, are those of common use,
and the right of using his name merely was a personal one to the

appellee, and did not, therefore, pass to his assignee, any more than
would the skill acquired by a merchant from experience in his bus-
iness. Helmbold v. Helmbold Mfg. Co., 17 Ar. Law Reg. (N. 8.)

169.”
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lieve that the particular goods are in fact made by the person
whose name 1s thus stamped upon them, or in whose name
they are advertised, whereas they are in fact made by another
person, then such a use of the name will not be protected by
the courts, for to do so would be to protect the perpetration of
a fraud upon the public.?®

§ 136. Trade-mark inseparable from thing which gives it
value.

The question in all these cases is whether the trade-mark
owes its value to the personal skill of the manufacturer. If
it does, it does not pass by assignment, for the public must
not be deccived into buying goods which, though bearing his
trade-mark, are not the product of his peculiar skill. If,
however, it 1s the machinery—the factory—which has pro-
duced superior goods, the trade-mark goes with the machin-
ery. In other words, the trade-mark is inscparable irom
the particular thing which gives it value.3°

§ 137. Name of man cannot be segregated from the man him-
self, and from his business,

The name of a man cannot be segregated from the man
himself, and from the business in connection with which the
man had used it, erected into an ideal and abstract species
of property, be made a subject of traffic and sale in the
market from man to man, to be used in any manner in which
the purchaser may choose to use it. Where the assignee of
the naked right to wse a trade-name claimed the exclusive
right to sell goods bearing that name, it was held that he must

28 Skinner v. Oakes (1881) 10 Mo. App. 45; Samuel v. Berger
(1856) 4 Abb. Pr. (N. Y.) 88; Leather Cloth Co. v. American Leather
Cloth Co. (1866) 11 H. L, Cas. 523, 534, H44.

30 In re Swezey (1881) 62 How. Pr. (N. Y.) 215; Mayer v. Flana-
gan (1896) 12 Tex. Civ. App. 405, 34 S. W, 785.
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show that the name was originally used to designate goods
of a certain quality or description, and was being used by
him to designate substantially goods of the same guality or
deseription, and that the use of the name did not operate to
deceive the public into the belief that the goods were made
by the man whose name they bore.*

35 138. Trade-mark consisting of name of individual no guar-
anty that articles made by individual personally.

Where a trade-mark counsisting of the name of an indi-
vidual was uzed to denote articles made by a firm of which
he had been a member, 1t was held that such name was not
a guaranty that the moods were made by the individual per-
sonally, that the use thavcof by an assignee was not & fraud
on the public, and that the sale of the right thereto was
valid.3?

§ 139. Names held not personal.

In Ioxie v. Chaney it was held that the trade marks, “A.
N. Hoxie's Mineral Soap” and “A. N. Hoxie’'s Pumicc
Soap,” were not personal to the party whose individual name
they each contained, and therefore not assignable, but were
assienable; and if the assignee used them to denote soaps
made according to the formulas of A. N. Iloxie, and not to
denote that they were made by said Iloxie, he could main-
tain a bill in equity to restrain an intringement of the trade-
marks.?® In a ecase in the United States cireuit court for the
distriet of Conneeticut it was saud:  “The name [Dr. J. B.
Blackman’s Genuine IHealing Balsam], as a whole, was his
trade-mark, which he had the exclusive right to use, and the

31 Skinner v. Oakes (1881) 10 AMo. App. 45.
32 Oakes v. ‘Tonsmierre (1883) 49 Fed. 447.
33 (1887) 143 Mass. 592,
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exclusive use of which would pass, by assignment, to any one
who had lawfully obtained from the inventor the exclusive
right, also, to manufacture and sell, and who did sell, that
particular article compounded according to the original for-
mula, * ¥ * 1t is not, however, neeessary that an arti-
cle to which a trade-mark, personal in its inception, was
originally affixed, should always be manufactured at the same
place where it was originally made. This particular trade-
mark, being the name of the inventor, was personal to Dr.
Blackman, in its inception, but has been permitted by him to
bo applied and to be appropriated to the same article when'
manufactured by Filkins Bros. Under the circumstances in
which the medicine has been manufactured and sold, the use
of the trade-mark does not imply that the medicine was manu-
factured by Jonas Blackman, but that it is the same article
which he originally invented and manufactured.”??

§ 140. Personal trade-mark held assignable where original pro-
prietors supervise manufacture,

In Meriden Britannia Co. v. Parker it appeared that
three brothers, Rogers, had made plated spoons, etc., marked
with their name, and, on giving up business, had agreed that
the plaintiffs might use their names in manufacturing the
same goods, the manufacture to be carried on under the
supervision of the Rogers brothers. Three other persons of
the name of Rogers, who had been making coffin trimmings,
arranged with the defendants to make the same goods with
their name, “Rogers,” on them. The defendants objected
that the marks uwsed by the plaintiffs did not indicate the
true origin of the goods. The court, while admitting the
principle that it would not protect any mark which tended

34 Filking v. Blackman (1876) 13 Blatchf. 440, Fed. Cas. No. 4,786;
Bury v. Bedford (18564) 10 Jur. 503,
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to deceive the public, held that the agreement on which the
plaintiffs relicd was good, on the ground of the supervision
above referred to.%

§ 141. Question of assignability depends upon circumstances.

In Bury v. Bedford, a corporate trade-mark had been as-
signed. The question arose under the special acts governing
the company, and also under the general law. Turner, L.
J., in giving judgment, says: “But without going the
length of saying that a mark may not, in some cases, be so
completely personal as of necessity to import that the goods
sold under it have been manufactured by a particular indi-
vidual, and that the assignability of such a mark may not be
open to objection on that ground, although the objectioi
would, as it scems to me, apply rather to the use of the mark
when assigned than to the power, of assigning it, I think that
all cases of this deseription must depend upon their particu-
lar eircumstances. Much must, I think, depend upon the
nature of the mark, and the mode in which it has been
used. It is evident that a mark, although it may in somec
respeets indicate the person by whom the goods have been
manufactured, may refer much more closely to the placo of
manufacture than to the person of the manufacturer; and
It is not less evident that a mark, although personal in its
inception, may, from the mode in which it has been used,
Leve become appropriated to goods manufactured at particu-
Iar works.”’3¢

8 142. Purchasers of trade-marks should indicate change.

The purchasers of trade-marks should not use themn with-
out change, if they indicate that the article to which they

36 (1872) 39 Conn. 450,
36 (1864) 4 De Gex, J. & S. 352, 32 Law J. Ch, 465, 4 N. R, 180.
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are applied is made by the original proprietor. In such a
case, words must be added showing that the original pro-
prietor has retired, and that the goods are made by his suc-

cessor. St

§ 143. Trade-mark not assignable where its use would deceive
public.

In the case of Partridge v. Menck, it appeared that onc
Golsh had acquired a reputation for making matches, and
the complainant succeeded to his business, and continued to
usc his name. The vice-chancellor and the chancellor had
refused an injunction, on the ground that the defendant’s
labels were sufficiently dissimilar from the plaintiff’s, and
that, on them, the defendant represented himsclf as “late
chemist for A. Golsh.” When it came before the court of
appeals, the result was the same; but it was put, and by one
of the judges chiefly, on the ground of the misrepresentation
in the plaintiff’s label. “The statement of the label was
false. The matches were not Golsh’s matches, in the sense
in which 1t was intended that purchasers should understand
these terms. * * % Verbal declarations to a purchaser
of the same kind, with a view to a sale of this article, it
was conceded, would have been fraudulent.” ‘““The privilege
of deceiving the public, even for their own benefit, is not a
legitimate subject of commerce.”’s8

In Samuel v. Berger it appeared that the plaintiffs had
purchased from Brindle the right to use his name on watches
made by them. Tho defendant was selling watches actually
made by Brindle. Tho court says: “The plaintiffs ask this

87 Symonds v. Jones (1830) 82 Me. 302; Stachelberg v. Ponce (1888)
128 U. S. 686; Manhattan Medicine Co. v. Wood (1883) 108 U, S.
218, But see FFulton v. Sellers (1867) 4 Brewst. (Pa.) 42.

3 (1847) 2 Sandf. Ch. {(N. Y.) 622, 2 Barb, Ch, (N. Y.) 101, 1 How.
Ct. App. Cas. (N. Y.) 547; Cox, Man, Trade-Mark Cas, No. 91.
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court to aid them in passing off on the public watches manu-
factured by them, and held out to the public as made by
Brindle, when, in truth, the watches made by Brindle, and
stamped by him with his name, are those which the defend-
ants seck to sell.” The injunction prayed for was refused.?®

§ 144, Transfer of trade-mark apart from business confers no
title on transferee.

The mere sale of 2 trade-mark apart from the article to
which it is affixed conters no right of ownership, because no
one can claim the rigkt to sell his goods as goods manu-
factured by another. In Chadwick v. Covell, where a manu-
facturer of medicines according to secret formulas of his
own, which he sold under various names and labels, died,
and his administratrix transferred the formulas and trade-
marks by way of gift to one who proceeded to make the
medicines with her own plant and appliances, and to sell
them under the same names and labels, and, subsequently,
the administratrix de bonis non of the original manufacturer
conveyed by deed the same formulas and trade-marks to an-
other, who began to make and sell the medicines in the same
way as the donee, it was held that the donee, even if the gift
were valid, had no such exclusive right to make the medi-
cines or to use the trade-marks as entitled him to prevent the
erantee from making and using them.*® And in Marshall
v. Pinkham, where the plaintiff’s father, having a recipe for
a liniment not discovered or invented by himself, or pro-
tected by a patent, communicated the recipe to various mem-
hers of his own family, and permitted each, for his own

30 (1856) 24 Barb. (N. Y.) 163, 4 Abb, Pr. (N. Y.) 88.

4 (1890) 151 Mass. 190. See, also, Weston v. Ketcham (1876)
51 How. Pr. (N. Y.) 455; Covell v. Chadwick (1891) 153 Mass, 263:
Witthaus v. Mattfeldt (1876) 44 Md. 303,
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benefit, to manufacture the article and sell it with a label
furnished by the father, and bearing his name, but with the
address of the particular member of the family manufactur-
ing, and where, after the death of the father, the widow
continued for some years to manufacture and sell the lini-
ment under the same label, and then sold the material and
paraphernalia of her business to plaintiff, 1t was held that
plaintiff acquired no exclusive right to manufacture the lini-
ment, or to use the label or the name.?

$ 145. Leading English case of Leather Cloth Co. v. American
Leather Cloth Co.

In the case of Leather Cloth Co. v. American Leather
Cloth Co.,*? an English company had purchased the business
of an American company, and applied for an injunction
against persons using certain marks, representing their goods
as being the article known as “Crockett’s Leather Cloth,”
ete. Wood, V. C,, had granted an injunction, and, on ap-
peal, Westbury, L. C., reversed his decision, and this reversal
was confirmed by the house of lords. Some of the remarks
of the lord chancellor and of the lords illustrate the rules
relating to the transfer of trade-marks. In his deeision, the
lord chancellor said: “But suppose an individual or a firm
to have gained credit for a particular manufacture, and that
the goods are marked or stamped in such a way as to denote
that they are made by such person or firm, and that the name
has gained currency and credit in the market (there being
no secret process nor invention), could such person or firm,
on ceasing to carry on business, sell and assign the right to
use such name and mark to another firm, carrying on the

¥

41 (1881) 52 Wjs. 572.

42 (1863) 4 De Gex, J. & S, 137, 11 Wkly. Rep. 931, 1 Hem. & M. 271,
(1865) 11 H. L. Cas. 523.
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same business in a different place? Suppose a firm of A.,
B. & Co. to have been clothiers, in Wiltshire, for fifty years,
and that broadcloth marked ‘A., B. & Co. Makers, Wilts.,’
has obtained a great reputation in the market, and that A.,
B. & Co., on discontinuing business, sell and transfer the
right to use their name and mark to a firm of C., D. & Co.,
who are clothiers in Yorkshire, would the latter be protected
by a court of equity in their claim to an exclusive right to
use the name and mark of A, B. & Co.? I am of opinion
that no such protection ought to be given. It is true that
a name or the style of a firm may, by long usage, become
a mere trade-mark, and cease to convey any representation
as to the fact of the person who makes, or the place of manu-
facture; but where any symbol or label, claimed as a trade-
mark, is so constructed or worded as to make or contain a
distinct assertion which is false, I think no property can be
claimed 1n 1t, or, In other words, the right to the exclusive
use of it cannot be maintained. To sell an article stamped
with a false statement is pro tanfo an imposition on the pub-
lic, and therefore, in the case supposed, the plaintiff and de-
fendant would be both #n par: delicto. This is consistent
with many decided cases.” And again, the complainant
““desires to restrain the defendant from selling his own goods
ag the goods of another person; but if, by the use of the
trade-mark in question, the plaintiff himself is representing
and selling his goods as the goods of another, or if his trade-
mark gives a false description of the article, he is violating
the rule on which he secks relief against the detendant.”

Lord Cranworth said: “But I further think that the
right to a trade-mark may, in general, treating it as property,
or as an accessory of property, be sold and transferred upon
a sale and transfer of the manufactory of the goods on which
the mark has been used to be affixed, and may be lawfully
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used by the purchaser. Difficulties, however, may arise
where the trade-mark consists merely of the name of the
manufacturer. When he dies, those who succeed him (grand-
children or married daughters, for instance), though they
may not bear the same name, yet ordinarily continue to use
the original name as a trade-mark, and they would be pro-
tected against any infringement of the exclusive right to that
mark. They would be so protected, because, according to
the usages of trade, they would be understood as meaning
no more by the use of their grandfather’s or father’s name
than that they were carrying on the manufacture formerly
carried -on by him. Nor would the case be necessarily dif-
ferent if, instead of passing into other hands by devolution
of law, the manufactory were sold and assigned to a pur-
chaser. The question in every such case must be whether
the purchaser, in continuing the use of the original trade-
mark, would, according to the ordinary usages of trade, be
understood as saying more than that he was carrying on the
same business as had been formerly carried on by the person
whose name constituted the trade-mark. In such a case 1
see nothing to make it improper for the purchaser to use the
old trade-marks, as the mark would, in such a case, indicate
only that the goods so marked were made at the manufactory

which he had purchased.”’*?
Lord Kingsdown said: “Though a man may assign his

business, and the use of his firm and of his trade-mark as be-
longing to it, that proceeds, in my opinion, upon the ground
which I have stated,—that the use of the name of the firm

is not understood in trade to signify that certain individuals,
and no others, are engaged in the concern. Though 2 man

may have a property in a trade-mark, in the sense of having a

42 Leather Cloth Co. v. American Leather Cloth Co. (1865) 11 H.
L. Cas. bd4.
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right to exclude any other trader from the use of it in selling
the same deseription of goods, it does not follow that he can,
in all cases, give another person a right to use it, or to use
his name., If an artist or an artisan has aequired, by his
personal skill and ability, a reputation which gives to his
works in the market a higher value than those of other ar-
tists or artisans, he cannot glve any other persons the right
to affix his name or mark to their goods, because he cannot
give to them the right to practice a fraud upon the publie.”*

& 146. Sale of woodcuts does not transfer trade-mark,

The sale or transfer of the woodecuts of a trade-mark does
not carry with it property in the trade-mark itself, unless un-
der circumstances indicating that such was the intention, and
this will not be inferred where-they were transferred, to be
used in printing labels to be placed upon an article whieh, by
agreement, was to be manufuctured under the supervision of
the proprietor of the trade-mark.4®

§ 147. Assignment of invalid registered mark insufficient to
support injunction.

No title sufficient to support an injunction is conferred by.
the assignment of a registered trade-mark, where the registry
has been declared void as based on unconstitutional legisla-
tion.4®

§ 148. Assignment in bankruptey carries trade-mark.

A trade-mark, and the name by which a business has be-
come known, involving what is understood by the goodwill,

¢¢ Leather Cloth Co. v. American Leather Cloth Co. (1865) 11 H.
L. Cas. 544.
48 Lockweod v. Bostwick (1869) 2 Daly (N. Y.) b2l,

¢6 White v. Schlect (1888) 14 Phila. (Pa.) 88.
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will pass under a voluntary assignment, transferring the in-
solvent’s property of every nature and kind for the payment
of his debts, unless the value of the name has arisen from,

and depends solely upon, the personal qualities or personal
supervision of the one to whom it belongs. Or it may be

sold by order of the court, whether it be attached to a new
business or one long existing.*

47 Hegeman v, Hegeman (1880) 8 Daly (N. Y.) 1; Glen & Hall
Mfeg. Co. v. Hall (1874) 61 N. Y, 236; Pepper v, Labrot (1881) &
Fed. 29: Sarrezin v. W. R. Irby Cigar & Tobacco Co. (1899) 93
Fed, 624: Mattingly v. Stone (1889) 12 Ky. Law Rep. 72, 12 S. W.
467, (1890) 14 S. W, 47,

In Sarrazin v. W. R. Irby Cigar & Tobacco Co. (1893) 93 Fed.
G24, 626, Pardee, Cir, J.: ‘“The law of Louisiana requires a cession
of all the property of the insolvent debtor, and, upon acceptance
of the cession by the court, vests such property immediately in the
creditors. Rev. St. La. § 1791, It seems to be now sz2ttied beyond
dispute that both in the state and federai courts a cession does
include all the property of the debtor, whether the same is men-
tioned in the schedule of his property, or whether the debtor in-
tended to surrender it, or not. 'The cession offered and accepted
by the court vests the property of the debtor in the creditors, in
any and every event, Muse v. Yarborough, 11 La. 521; Dwight v.
Simon, 4 La, Ann. 490; Bank of Tennessee v. Horn, 17 How. (U. S.)
157; Geilinger v. Philippi, 133 U. S. 246, 10 Sup. Ct. 266.”
~ In Pepper v. Labrot (1881) § Fed. 29, 39, 45, Matthews, Cir. J.:
“The complainant having, upon his own petition, been declared a
bankrupt, filed the required schedule of his assets and liabilities, in
which he described the tract of land inherited from his brother as in-
cluding the ‘Old Oscar Pepper Distiilery,’ and as such it was known
at the time the title became vested in the defendants. The clear re-
sitlt of the whoie evidence seems, in our opinion, to be that the com-
plainant adopted the name of ‘Old Oscar Pepper Distillery’ as the
name of his distillery, in order that the whiskey manufactured by
him there might have the reputation and whatever other advantages
were to result from that associatlon. That distillery having now
become the property of the defendants by purchase from the com-
plalnants [through sale by the assignee in bankruptcy, and by mesne
conveyances], can they (defendantis) be denied the right of using
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0 149. Assignment to trustee of all assets carries trade-mark.

Where an insolvent corporation assigned and conveyed to
a trustee “all its estate and property of whatever kind and
wherever situated,” in trust for the benefit of its creditors,
with power to sell either at public or private sale, it was held
that the deed of assignment, by legal operation, passed the
goodwill ot the business, with the brand or trade-mark there-
of, with the right and power in the trustee to sell the same
with the manufacturing establishment, and that purchasers

trom the trustee, upon the ratification of the sale, would ac-
quire the exclusive right to such goodwill and trade-mark of

the business, as fully and in like manner as the same were
used by the manufacturing company before the assignment.48

§ 150. Instance of general assignment not passing trade-mark.

But it has been held that a general assigniment in insolv-
ency is inoperative, in respeet to passing a right to a trade-
mark, if the right was not inventoricd by the trustee or ap-

the name by which it was previously known in the prosecition of the
husiness of operating i}, and of describing the whiskey made by them
as its product? Can the complainant be permitted to use the brand
or mark formerly employed by him to represent whiskey made by
him elsewhere as the actual product of this distillery? Both these
questions, in our opinion, must be answered in the negative, * * %
The words ‘Old Oscar Pepper Distillery’ ncver lost their primary sig-
nification, and never acquired any secondary meaning, and, as ap-
plied to whiskey made by the complainant, the words ‘Old Oscar Pep-
per,’ and their ableviation, ‘O. O. P.,” never came to mean more than
whiskey that had been made at that particular distillery. They did
not become a denomination of whiskey as the manufacture of the
complainant or of any person, but characterized it only as entitled to
public favor by reason of the reputation of the particular distillery
at which it purported to have been made. For these reasons, we are
of opinion that the equity of the case, both upon the original an¢
cross bills, is with the defendants.”
48 Wilmer v. Thomas (1891) 74 Md. 485.
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praisers, and never claimed by the trustee or creditors of the
insolvent, nor in any manner disposed of under the assign-
ment.4®

5 151, No distinction between sale by proprietor and sale by
assignee,

There is no distinction between the sale by & man of his
business goodwill and trade-mark and the sale of them by the
assignee in bankruptey of all the bankrupt's assets of every

49 Bradley v. Norton (1865) 33 Conn. 157. See, also, Bellows v.
Beliows (1898) 24 Misc. Rep. (N. Y.) 482; In re Adams (1898) 24
Misc. Rep. (N. Y.) 293.

In Re Adams (1898) 24 Misc. Rep. (N. Y.) 293, 295, Russell, J.: “The
supposed trade-mark is substantially the name of the assignor Robert
Adams, who did business under the name of R. & H. Adams. If his
name is of value as a trade-mark, it was made so by the skill and
energy with which he associated that name in his conduct of the
business prior to the assignment. If it shall now forever be trans-
ferred to a stranger to be used, by an involuntary transter so far as
Robert Adams is concerned, and alone by force of an assignment of
the name by the general assignee whose duty ends with the conver-
" sion of the property of the assignor into money for the payment of
debts, then we have the case of a stranger using a name not asso-
ciated with his own business solely by force of the assignment, while
the assignor himself is debarred forever from using his own name
in his future efforts to retrieve his fortunes by intelligence and en-
ergy in any way that would lead the public to believe that the same
person. was manufacturing and vending goods who formerly manu-
factured the same line under the name ‘R. & H. Adams.’ No au-
thority has yet been cited by counsel to justify such result.”

In Bellows v. Bellows (1898) 24 Misc. Rep. (N. Y.) 482, 484,
Stover, J.: “But, without discussing these inconclusive and hazy
rights, the main, if not the sole, contention of the plaintiff, that he
acquired by assignment a right to use the name, is utterly without
foundation. While it is true that a person may, by proper assign-
ment, convey the right to use his name in any business, yet such as-
signment must be an unequivocal and direct conveyance of such
right, and such right would not pass under the ordinary phraseoclogy
of a general assisnment for the benefit of creditors.”
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kind, and the insolvent has no right afterwards to use the
trade-marks which were the marks of that business, or to uee
the name or title of the firm as representing himself as con-
tinuing the business, all the rights of which passed to his as-
signee and to the purchaser under the judgment. He has
no right to represent himself as continuing the identical busi-
ness that was sold by his assignee to another, which does not,
however, debar him from going into the same business again,
and indicating the fact of his having been in the former one,
or from alleging anything respecting the new business, un-
less it be done with a design to impair the right of the pur-
chaser of the former business, or to mislead the public.®°

§ 162. Right to use name and knowledge cannot be taken by
judicial proceeding.

Although a person can, by voluntary sale and assignment,
transfer the right to use his own knowledge and name, the
right to use his own knowledge and name cannot be taken
from him, through the order of a bankrupt court, or any other
judicial proceeding whatever.5!

§ 153. Administrator of assignee has no title to trade-mark.

The administrator of the deceased general assignee of a
firm takes no title to the firm assets, and hence a former
partner of the firm, who claims title to one of the trade-marks
under a transier made by the administrator without authority
by the court, cannot maintain an action to restrain its use by
his partner in a new firm, formed after the old firm had made
a general assignment.®?

60 Hegeman v. Hegeman (1880) 8 Daly (N. Y.) 1: Dixon Crucible
Co. v. Guggenheim (1869) 2 Brewst. (Pa.) 321; Rorke v. Soclete des
Huiles D'Olive de Nice (1897) 14 App. Div. (N. Y,) 173.

51 Helmbold v. Helmbold Mfg. Co. (1877) 53 How. Pr. (N. Y.) 45063.

82 Hayne v. Sealy (1898) 22 Misc. Rep. (N. Y.) 243,
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§ 154. Trade-mark cannot be levied upon by execution.

A trade-mark cannot be levied upon and sold under execu-

tion as a species of tangible property, unless under the au-

thority of a local statute authorizing such a sale. A statute
is not to be construed as authorizing any one to purchase a

trade-mark and affix it to his own produet, where such con-
struction would permit of a fraud or deception being perpe-
trated upon the public.®®

53 Prince Mfg. Co. v. Prince's Metallle Paint Co. (1890) 20 N. Y.

Supp. 462. |
(261)



CHAPTER VII,

JOINT OWNERSHIP OF TRADE-MARKS,

8 165. In General, ,
156. Arising by Agreement.
167. Arising by T'ransfer.
168. Arising by Succession to Busiuess,
159, Arising by Dissolution of Partnership,

i 155. In general.

While it has been said by Mr. Justice Clifford that “trade-

marks are an entirety, and are incapable of exclusive use at
different places by more than one independent proprietor,’
this does not preclude the joint ownership of a trade-mark
under certain circumstances, and there are several different
ways in which such joint ownership may arise. Where sev-
eral different individuals, firms, or corporations jointly own
a trade-mark, the co-owners are together entitled to the ex-
clusive use thereof, and it has been said that perhaps each
may be entitled to such exclusive use as to all other persons
except his associates in ownership.?

§ 156. Arising by agreement.

It has been held by the court of appeals of Kentucky® that,
where the mineral water from two springs located at some

1 Manhattan Medicin. Co. v. Wood, 4 Cliff, 461, Fed, Cas. No. 9,026,
Cox, Manual Trade-Mark Cas. 359.

2 New York & Rosendale Cement Co. v. Conlay Cement Co. (1891)
46 Fed. 212, See, also, Newman v. Alvord (1872) 51 N. Y. 1889.

8 Northcutt v. Turney (1897) 101 Ky. 314. See, Cleveland Stone
Co. v. Wallace (1892) 52 Fed. 4?1.
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distance apart, and belonging to distinet firms, seems to be
composed of the same ingredients, and to have the same kind
and combination of medicinal qualities, and the same trade-
mark has been properly and legally adopted by each of the
respective owners without objection by the other, they have
a common interest in preventing a third person from illegally
appropriating and using the trade-mark, and have a right to
jointly maintain an action for that purpose. Where a trade-
mark is thus adopted or continued by agreement between two
or more manufacturers or vendors, they may be considered,
not as “independent” proprictors, in the sense in which that
term was used by Justice Clifford, but rather as dependent
proprietors, each using the mark by agreement with the other.
In this way there can he a joint adoption of a trade-mark by
distinet manufacturers or vendors, and it would seem, upon
principle, that it is only by some such agrcement that there
can be a joint adoption of a trade-mark. Even then it would
seemn necessary, in order that the trade-mark may perform its
office of pointing distinctly to the manufacturer or vendor of
the artiele, that each proprietor should so use the mark as to
distinguish his goods from those of the other proprictor.
This might be done by each proprietor using, with the mark,
his own riame and address.

This view is well illustrated in two decisions by the United
States civcuit court of appeals for the seventh cireuit. In
these cases it appeared that the complainant and defendaut’s
predecessors, James H. and Charles G. Smith, had entered
into a contract specifying the manner in which each should
use the word “Hygeia” as a trade-mark for mineral water.
The agreement, recited that the complainant was engaged in
the manufacture or preparation of distilled water, for which
it had used, as the essential feature of its trade-mark, the word
“Hygeia,” and a figure of the goddess Hygeia; that the
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Smiths owned a spring at Waukesha, called the “Hygeia Nat-
ural Mineral Spring,” and had used as an essential ieature of
their trade-mark, in the sale of the waters, the words “Wau-
kesha Hygecia Mineral Springs,” together with another figure
of the goddess Hygeia. The contract stated that it was made
“to avoid conflict and infringement in the use of both of
their respective trade-marks.” The contraet provided in
substance tLat the first party, the complainant, should usc
the word “Iygeia” and its figure of the goddess in connce-
tion only with carbonated and artificial mineral water, ete.;
that the second party should use the word “Hygeia” only in
the combination *“Waukesha Hygeia Mineral Springs,” ete.
The court heid that this was not an attempt to transfer or
license the usc of the trade-mark, or any rights therein, or
in any word thereof, but that the contract fixed and defined
the existing {rade-mark of each ndrty, that confusion and in-
fringement might be prevented; that the contract did not
create the trade-mark, but that it was clear evidence of its
purpose and clements. Where the deficndant, after acquiring
the spring owned by the second parties to the contract, suc-
cecled to thcir business, ignored the comtraect, and used
the word “Hygeia” alone for the Waukesha water, an in-
junction was granted by the cireuit court, and the decree
was affirmed by the court of appeals,* but it was held that
the defendant could not be enjoined from making the word
“Hygeia” more conspicuous than the rest of the trade-mark.”

§ 157. Arising by transfer.

A business in which trade-marks are nsed may be trans-

4+ Waukesha Hygeia Mineral Springs Co. v. Hygela Sparkling Dis-
tilled Water Co. (1894) 11 C. C. A. 277, 63 Fed. 438.

6 Waukesha Hygeia Mineral Springs Co. v. Hygeia Sputkling Dis-
tilled Water Co. (1894) 11 C. C. A. 282, 63 Ted. 443.
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ferred so as to give the transferee a right to use the trade-
mark in common with the transferrer, or so as to vest the
right to use the trade-mark in two or more transferees. In
Fish Bros. Wagon Co. v. La Belle Wagon Works,® it ap-
peared that the business of a firm of wagon manufacturers,
named Fish Bros., located at Racine, Wis., together with all
the property and assets of the firm, passed to Fish Bros &
Co., agents, thence into the hands of a recciver, and thence
to a corporation under the name of ¥ish Bros. Wagon Co.
Through the successive changes, ihe Fish brothers remained
in the business and hecamce officers of the corporation, al-
though the niajority of the stock was owned by others. Dur-
ing all this time the wagons were marked “Fish Bros.,” “Fish
Bros. & Co., Agents,” or “Fish Wagons,” or with the picture
of a fish, on which were the words “Bros.,” “Bros. & Co.,”
or “Wagon,” and were advertised under those names and
with said picture. Several years after the organization of
the corporation, the Fish brothers withdrew therefrom, and
formed a partnership to manufacture and deal in wagons in
another place, under the name of Fish Bros. & Co. An ac-

¢ (1892) 82 Wis. 546. It is believed that this case is ot entirely
free from doubt, and there seems to be a good deal of force in
the dissenting opinion, delivered by Judge Winslow, which reads
as follows: *“I agree that the words, ‘Fisk Bros. Wagon,” and the
rebus of the fisi, were trade names or labels appertaining to the
business transacted at the Racine factory, and that the right to use
such names or labels upon wagons was acquired by the plaintiff
by its purchase of that business, Such a right is, in its very na-
ture, exclusive, and, if the plaintiffs own it, the defendants inani-
festly do not own it. In my judgment, the defendants have no
right to mark their wagons with either the words or the rebus.
Prohably they have the right to use the firm name ‘Fish Bres. &
Co., if they do not use it in such a wsay as 10 mislead the public,
but this will not give them the right to use a trade name or Iabel
on their wagons which is the distinctive mark of the product of
the Racine factory, and the right to use which has passed from

the defendants, T. G. and E. B. Fish, to that concern.”
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tion was brought agaiast them by the corporation, and it was
held that, while the corporation had acquired the goodwill of
the original business, and the right to use the said names and
picture as a trade-mark, although the same were not specific-
ally mentioned in any of the transfers of the business of the
corporation, there having been no agreement giving the cor-
poration the exclusive right to such names and picture as
trade-marks, the new firm also had the right to use the same
in advertising and upon their wagons, provided they did not
use them in a way calculated to induce persons to buy their
wagons as and for those manufactured by the corporation.
In the later case of Fish Bros. Wagon Co. v. IFish Bros. Mifyg.
Co., it was held by the United States cireuit court for the
northern district of Iowa that neither party could be re-
strained from using such trade-mark or trade-name at the
suit of the other, although it was -not open to either to give
out or elaim that it manufactured the only genuine article
of that name. Undoubtedly, in the Fish Bros. Case in the
Wisconsin supreme court, the turning point in the decision
is to be found in the personal character of the trade-marks
involved. The court quoted from Brown Chemical Co. v.
Meyer, 139 U. S. 540, the statement that “the owner of a
trade-mark bearing his own name, whick is affixed to articles
manufactured at a particular establishment, may, in selling
the latter, confer upon the purchaser exclusive authority to
use the trade-mark,” and held that, as in the case at bar there
was no agreement giving suzh exclusive right to the plaintift,
the defendants were at liberty to apply the trade-marks to
the wagons and other vchicles manufactured by them, pro-
vided they did it in a way not caleulated to induce persons to

buy the same as and for those manufactured by the plain-
tiff.?

7 I'ish Bros. Wagon Co. v. i"{sh Bros, Mfg. Co. (1898) 87 Fed. 293.
(Z0G)
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In the case of McAllister v. Stumpp & Walter Co® it was
held by the New York supreme court, where the owner of
a right to manufacture certain proprietary articles scld his
right to the plaintiff’s assignor, and afterwards transferred
the same rights to a corporation, which subsequently became
insolvent, and the receiver sold the same rights to the de-
fendant, and plaintiff’s assignor gave notice of his ownership
to the receiver only, attended the sale, made there no claim
of title, and subsequently sold his right to the plaintiff, that
the knowledge of the original owner as to his own sale to
plaintit’s assignor could not be imputed to the corporation;
that, by the original owner’s transfer, a right to manufac-
ture the articles passed to the corporation, and by the receiv-
er’s sale to the defendant; that the plaintiff had also ac-
quired 2 right to manufacture the articles; that neither party
had a sole right to such manufacture; that both parties were
entitled to vend the goods under the same general designa-
tions, and that an injunction should issue upon this ground
to restrain the defendant from styling itself the ‘Sole Pro-
prietor” of the articles, whether or not the rights were prop-
erly to be viewed as rights of trade-mark. Such acts of de-
fendant would amount to an unfair method of trade competi-
tion as against the plaintiff.

5 158. Arising by succession to business.

Where a manufacturer, the cvzer of a trade-mark, dies
intestate, and his business and trade-mark are not disposed
of by himself by will or otherwise, nor by his administrator,
his heirs at law, who are separate successors in his business,
have equal rights to use such trade-marlk, if in so doing they
make no false representations.?

8 (1898) 25 Misc. Rep. (N. Y.) 439.
° Emerson v. Badger (1863) 101 Mass. 82,
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In the case of Pratt’s Appeal,’” - hich was an action to
restrain the defendant from using plamtiff’s trade-mark, it
appeared that the plaintiffs were farmers, and engaged in
the dairy business ; that they made what was known in many
portions of the country as.the ‘“Darlington Butter,” which
was an article of such superior quality as to command a ready
sale and a high price; that the plaintiffs and their imme-
diate ancestors had been engaged in making this butter for
a period of about three-quarters of a century; that during
all this period the butter had been stamped with a peculiar
print, claimed as a trade-mark, the distinguishing features
of which were a cornucopia and the name “Darlington” ; that
this trade-mark had been originally adopted by the grand-
father, and, after his death, by the father of plaintiffs; that,
after the death of the father, his sons, the plaintiffs, without
evidence of administration and distribution of the father’s
estate, continued the same manufacture and the use of the
same trade-mark. Subsequently they separated, and each
engaged independently upon the same manufacture, by agree-
ment severally using the same trade-mark, but specialized by
their proper names printed thereunder. The court held
that the plaintiffs had the exclusive right to such use as
against a stranger who had never acquired the right to usc
it m any way. In the opinion of the court it is said: It
was urged, however, that, conceding this symbol to have been
a valid trade-mark in the hands of Jesse Darlington, or even
of Jared, that, upon the death of the latter, it ceased to be
the property of any one, and that its use by several members
of the family of the latter destroyed its distinctive features,
and left it open to the public to appropriate it. We cannot
assent to this proposition. * * * When Jared Darling-
ton died, his children appropriated this device or symbol to

10 (1888) 117 Pa. 401.
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their own use. They did so before any one else appropriat-

ed or attempted to appropriate it. By an amicable arrange-
ment between themselves, each one was allowed to use the

cornucopia as a device, each pound of butter being stamped,
in addition, with the name of its manufacturer. It was all
Darlington butter. There was no fraud upon the public nor
any one else in this. It was not sold as the butter of either
Jesse or Jared Darvlington. They were both deceased, and
it 1s fair to presume their customers knew it., The business
was continued by their descendants, bearing the name of
Darlington, in the same place and with the same skill. There
is no pretense that the butter now made by the present mem-
bers of the family is not equal in every respect to the best
made by their ancestors. Under such circumstances, their
trade-mark cannot be interfered with by a stranger, who has
never acquired a right in any way to use it.”

In the Leather Cloth Case'?! it was said by Lord Cran-
worth: “The right to a trade-mark may, in general, treat-
ing it as property or as an accessory of property, be sold and
transferred wpon a sale and transfer of the manufactory of
the goods on which the mark has been used to be affixed, and
may be lawfully used by the purchaser. Difficulties, how-
ever, may arisc where the trade-mark consists merely of the
name of the manufacturer., When he dies, those who suc-
ceed him (grandchildren or married daughters, for instance),
though they may not bear the same name, vet ordinarily
continne to use the original name as a trade-mark, and they
would be protected against any infringement of the exclu-
sive right to that mark. They would be so protected because,
according t6-the usages of trade, they would be understood
as meaning no more by the use of their grandfather’s or

11 Leather Cloth Co. v. American Leather Cloth Co. (1865) 11 H.
L. Cas. 523.
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father’s name than that they were carrying on the manu-
facture formerly carried on by him.”

It has also been held by the supreme court of the United
States!? that, when a trade-mark is affixed to articles manu-
factured at a particular establishment, and acquires a special
reputation in connection with the place of manutacture, and
that establishment is transferred either by contract or opera-
tion of law to others, the right to the use of the trade-mark
may be lawfully transferred with it. Under this rule, when
such an establishment is transferred by operation of law to
several persons, with equal interests to each, it would scem
that each would have an equal right to the use of the trade-
mark connected with the business, provided each could usc
it without misrepresentation. As said in the Pratt Case:
“While the cases are not uniform upon the subject, there is
ample and recent authority for saying that not only a busi-
ness and its accompanying trade-mark may pass from a
parent to his children without administration, but that the
business may be divided among the children, and each will
have the right to the trade-mark, to the exclusion of all the
world except his co-heirs.”

5 189. Arising by dissolution of partnership.

Upon the dissolution of a partnership which has acquired
proprietorship in the trade-mark, if it is not sold with the
other firm assets, it remains the property of the individual
members, and either partner may continue to use such trade-
mark unless he has conferred upon the other an exelusive
right to do so. This proposition is established by numerous

decisions.t®

12 Kidd v. Jounson (1879) 100 U. S. 617.

13 Hazard v. Caswell (1883) 93 N. Y. 259; Caszwell v. Huzard (1890)
121 N. Y. 487; Boldwin v. Von Micheroux (15933) 6. Mise. Rep. (N.
Y.) 386: Snyder Mfg. Cn. v. Snyder (1896) 54 Ohio St. §8; Smith
v. Walker (1885) 5( Mich. 456: Taylor v. Bothin (1879) ©& Sawy.
584, Fed. Cas. No. 13,780; Young v. Jones (1379) 3 Hughes, 274,

Fed. Cas. No. 18.159.
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TRADE OR COMMERCIAL NAMES,
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Individual Names.

Impersonal Name Used by Individual.

Firm Names.

License to Use Individual Name.,

Presumption as to Individual Name Appearing in Firm
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Rule where Firm Name is Impersonal

Corporate Names.

Conflicting Corporate Names.

Corporation may Acquire Trade-Name Different from Cor-

porate Name.
Corporation may not be Entitled to Use Abbreviated Name.
Estoppel Arising from Assent to Adoption of Corporate
Name.
Individual Name Used as Principal Part of Corporate Name,
Descriptive Names cannot be Exclusively Appropriated.

Injunctions Befused.
Where Corporation is not of Commercial or Trading Char-

acter.

Organization of Corporation with Name Conflicting with
Name of Prior Corporation.

Names of Places of Business.

Miscellaneous Trade-Names. ‘

Trade-Name Usually Follows the Business.

Trade-Name Affixed to Particular Building or Locallty.

181. Trade-Name Personal to an Individual.
182. Elements of Unfair Competition Ususally Present in Trade-

Name Cases.

§ 160, | Definition.

A trade or commerecial name is a name under which a busi-
ness 18 carrird o, or by which it is designated, or the name
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of the place at which a business is located. In the former in-
stance it may be the name or names of one or more individ-
uals, or the name of a firm, an association, or a corporation.
A trade-name should be considered and treated the same as
8 trade-mark. If the name is arbitrary or fanciful, the
adopter and user may acquire an exclusive right thereto, and
may prohibit others from using it, even though such use is
innocent or accidental, and no element of fraud is present.
A great many terms used as trade-names, however, ave of
such character that they cannot be exclusively appropriated,
and, in seeking to protect such names, reliance must be
placed on tho doctrine of unfair competition. There is a
great deal of confusion in the decided cases upon this branch
of the subject, for the reason that courts have not always dis-
tinguished between cases involving trade-names that can be
exclusively appropriated and those in which relief, if granted
at all, must be granted on the grounds of unfair competition

In other cases where injunctions have been refused it is
probable that, if the cases had been presented as cases of un-
fair competition, relief would have been afforded. A trade or
commercial name differs from a trade-mark in that it is not
affixed or applied to a commercial article. In a striet sense,
the term “trade-mark,” as heretofore pointed out, is applica-
ble ouly to a mark or device that is affixed or applied to «
commercial article to indicate origin or ownership. A. trade-
name 1s not so applied, but the courts protect it on grounds
analogous to those on which trade-marks are protected.
Where the trade-name is one that is capable of exclusive ap-
propriation, an Injunction will be granted against an inno-
cent or accidental use thereof by others; but where the name
1s merely a deseriptive or geographical term, or one which
others have an equal right to use, an injunction will be
granted only for the purpose of preventing unfair competi-
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tion in business. In many instances where a trade-mark
consists of a word or symbol, the goods upon which it 1s used
are spoken of in the trade by such name, or by a word rep-
resenting the symbol used as the trade-mark, An illustra-
tion of this is found in the term “Rogers’ Goods,” the word
“Rogers” being stamped upon the articles as a irade-mark.
Another illustration masy be found in the term ‘““Anchor
Brand,” the representation of an anchor being the trade-
mark. In some instances the courts have used the tern:
“¢rade-name” for the purpose of designating these spoken
wrade-marks, and in other instances have used the terms
“trade-name” and ‘“trade-mark” as synonymous. In most
cases, however, the term “trade-name’ has been properly re-
stricted to the names of business organizations, or places of
business, and the term “trade-mark” to names or symbols that
are affixed or applied to commercial articles.

The name of a business organization, or of a place of busi-
ness, may be at the same time both a trade-name and a trade-
mark. It may be the name of the business organization, or
may designate the place of business. This makes it a trade-
name. It may be affixed or applied to the commmercial arti-
cles produced by such business organization, or at such place:
of business, and it may then become a technical trade-mark.
An instance of this is found in the term “The Saratoga,’”
which had been used as the name of a saloon, and was also
used as a trade-mark on the liquors, cigars, ete., sold therein.
The court said: “It clearly appears from the proof, and the
chancellor so found, that the appellees purchased of Xnaner

1 Koehler v, Sanders (1890) 122 N. Y. 65: Hoyt v. Hoyt (1891)
327; Bingham School v. Gray (1898) 122 N. C. 708.
627; Cady v. Schultz (1895) 19 R. I. 193: N. K. Fairbank Co. v.
_ Luckel, King & Cake Soap Co. (1900) 42 C. C. A. 376, 102 Fed.
143 Pa. 623; Willjam Rogers Mfg. Co. v. Simpson (1887) &4 Conn.
(273)
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the sole and exclusive right to the use of the word ‘Saratoga’
28 2 business name, iitle, trade-mark, and brand for goods
sold under the name. The business was extensively adver-
tised by labels on the bottles of the firm, and by cirenlars;
and while this name did not indicate the make of the goods,
it came to indicate with the trade a superior selection of fine
goods by D. Mathey & Co.; proprietors. The value of the
name as a trade-name and trade-mark—for it was both—is
shown by satisfactory proof.”’*

2 Dewlitt v. Mathey (1896) 18 Ky. Law Rep. 257, 35 S. W. 1113.

In Hoyt v. Hoyt (1891) 143 Pa. 623, it is said: “A trade-name
mayv, in a general way, be treated as a trade-mark, and protected
in the same manner. When a business has been conducted by some
person or firm under a particular trade-name unti] the public come
to regard the name as affording an assurance of the good quality
of the article bearing it, the name is & valnable part of the busi-
ness assets of the person or firm whose skill and integrity have
won confidence for it. A rival who should appropriate the trade-
name to his own use without the consent of the owners, and put
his goods on the market bearing it, as though they were made by
the rightful owner of the trade-name, is guilty of a fraud on the
public, aad a fraudulent taking from the proprietors, which is, both
in Intent and effect, a larceny; but when such rival puts his goods
on the market on their own merits, and under his trade-name, his
neighbors have no just greunds of complaint, if he has Imitated,
adopted, or improved upon their unpatented methods and processes.”
See Putnam Nail Co. v. Dulaney (1891) 140 Pa, 205,

In N. K. Fairbank Co. v. Luckel, King & Cake Soap Co. (1900)
12 C. C. A. 376, 102 Fed. 327, the United States circuit court of ap-
peals for the ninth circuit says: “The trade-name differs from the
trade-mark in this: that one appeala to the ear more than to the
eye.” ;

In Cady v. Schultz (1895) 19 R. I. 195, it is said;: *“A trade-name
is of a different character [from a trade-mark]. It is descriptive
of the manufacturer or dealer himself as much as his own name fis,
and frequently, like the names of business corporations, includes the
name of the place where the business is located. If attached to
goods, it is designed to say plainly what a trade-mark only indi-
cates by association and use. The employment of such a8 name is
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In an action for infringement of a trade-name, where the
palpable identity of the names is likely to lead to confusion
and result in damage, the plaintiff need not show that any
pecuniary damages have resulted. The injury necessary to
sustain the action is implied in the act of the defendant in
wrongfully appropriating the name of the plaingiff, nor is
the motive of the defendant in assiming the name in such
case material ® |

subject to the same rules which apply to the use of one’s own name
of birth or baptism. Two persons may hear the same name, and
each may use it in his business, but not 80 as to deceive the public,
and induce customers to mistake one for the other. The use of
one’s own name is unlawful if exercised fraudulently to attract
custom from another bearer of it. Trade-marks, properly so-called,
may be violated by accident or ignorance. The law protects them,
nevertheless, as property. Names which are not trade-marks,
strictly speaking, may be protected likewise if they are taken with
fraudulent intention, and if they are so used as to be likely to
effect such intention.”

[n Bingham School v. Gray (1898) 122 N. C. 639, the supreme
court of North Carolina said: “As a rule, a trade-mark cannot be
taken in a surname, and any one named ‘Bingham’ could start a
school called the ‘Bingham School,’ in the absence of proof of in.
tent to injure or fraudulently attract the bhenefit of the good name
and reputation acquired by a previously existing ‘Bingham School,’
* * * and certainly there could be no confusion between a Bing-
ham School at Asheville and a school, even of the identically same
name, at Mebane, N, C.”

In Weinstock, Luben & Co. v. Marks (1896) 109 Cal. 529, it was
gsaid: *“Although there can be no property right in a tradename
which is not the subject of a trade-mark, yet it is a fraud on a
persot who has established a trade and carried it on under a
given name, that some other person should assume the same name,
or the same name with a slight alteration, in such a way as to
induce persons to deal with him in the belief that they are dealing
with the one who has given a reputation to the name, and an in.
junction will issue to prevent such fraudulent infringement of the
trade-name.”

3 Roy Watch Case Co. v. Camm-Roy Watch Case Co. (1839) 28
Misc. Rep. (N. Y.) 45. In this case, a corporation had for four-
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§ 161. Individual names.

The simplest form of a trade-name 1is the name of an in-
dividual used as the designation of a business. It is not
necessary that a person’s trade-name and his name of birth
or baptism should be the same.* A person may assume, for
the purpose of trade, any name not prohibited by statute, and
he will be protected in the ase thereof to the same extent that
he would be in the use of his own name; and where the name
which he assumes or adopts as a trade-name is arbitrary or
fanciful, he may acquire the exelusive right thereto against
all other persons, while, 1f he uses his own name, he may
not be able to prevent the similar use by another person
bearing the same name.® Whether a persvu uses his own
name or a selected name, it must appear 1 both instaneas
that he is using the name in good faith, and he cannot ex-
clude another person, having the same name, from using it
honestly and in geed faith as a trade-name, even though some
confusion thereby arises, as every person has the right to
nse his own name in the prosecution of his business, and this
right can be limited or controlled only when such name has
become the trade-name or business sign of another, and the
later user is using it 1n a manner to deceive the public, or
defraud the person who made it valuable, or, in other words,
is using it in unfair competition.® This rule is stated by 2

teen yvears used in its trade the corporate title “Roy Watch Case
Co.” It was held entitled to enjoin, by action, a rival and lately
constituted corporation from employing the name “Camm-Roy

Watch Case Co.”
¢ Church v. Kresner (1898) 26 App. Div. (N. Y.) 349.

8 Higgins v. Higgins Soap Co. (1895) 144 N. Y. 462; Croft v. Day
(1885) 7 Beav. 84; Holloway v. Holloway (186.) 13 Beav. 209; Rus-

sia Cement Co. v. Le Page (1888) 147 Mass. 206.
6 Devlin v. Devlin (1877) 69 N. Y. 212; Menecely v. Meneely (1875)

82 N. Y. 427: Caswell v. Hazard (1890) 121 N. Y. 493; Frazer v.
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writer on the law of trade-marks as follows: “The impossi-
bility of a single manufacturer being allowed to arrogate to
himself the exclusive use of a name which he shares in com-
mon with many other persons is apparent, and from this cir-
cumstance the rule was deduced that while, as against per-
sons bearing a different name, a manufacturer’s right in his
name trade-mark 1s absolute and exclusive as against per-
sons bearing the same name, no such exclusive right can be

sct up.”’?
In Burgess v. Burgess® it was said: “\Where a person is

selling goods under a particular name, and another person,
not having that name, is using it, it may be presumed that
be so uses it to represent the gruds sold.by himself as the
zoods of the person whose name he uses; but where the de-
fendant sells goods under his own name, and it happens that
the plaintiff has the same name, it does not follow that the
defendant is selling his goods as the goods of the plaintiff.”
In Meneely v. Meneely® the court savs: “If the defend-

Frazer Lubricator Co, (1887) 121 Ill. 147; Rogers v. Rogers (1885)
63 Conn. 121; Bingham School v. Gray (1898) 122 N, C. 699; Turton
v. Turton (1889) 42 Ch. Div. 128.

7 Sebastian, Trade-Marks, p. 25.

8 (1853) 3 De Gex, M. & G. 896.

9 (1875) 62 N. Y. :27.

In Massam v. Thorley’s Cattle Food Co. (1878) 14 Ch. Div. 748,
Bramwell, L. J,, makes the following statement in reference to the
use of individual names: “I wish to make one observation about
the use of the name ‘Thorley’s Food for Cattle. It has been said
that the defendants have a right to say they make Thorley’s Food
for Cattle if they do not deceive. I agree that, if they could use
that expression without the risk of deceiviug, they ought to have a
right to do so, but it seems to me almost impossible that they
can. It is urged that it is hard upon them to forbid their using
It, fur that every Thorley has a right to make food, and therefore
to sell it in his own name, and consequently, I supposz, to call it
‘Thorley’s Food.’ But not only has every Thorley a right to do
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ants were using the name of ‘Meneely’ with the intention of
holding themselves out as the successors of Andrew Meneely,
and as the proprietors and managers of the ola established
foundry which was being conducted by the plaintiffs, and
thus enticing away the plaintiff’s customers, and if, with
that intention, they used the name in such a way as to make
it appear to be that of the plaintiffs’ firm, or resorted to any
artifice to induce the belief that the establishment of the de-
fendants was the same as that of the plaintiffs, and perhaps
if, without any fraudulent intent, they had done acts calen-
lated to mislead the public as to the identity of the esftablish-
ments, and produce injury to the plaintiffs beyond that which
resulted from the similarity of name * * ¥ [then the

that, but every John Doe har. a right to do that because Le¢ may
give himself the name of ‘Thorley,” and carry on business under the
name if he thinks fit. A surname is not a man’s legal property, or
conferred upon him by law in any particular way. It is gained
by reputation, and, if he choose to adopt the name ‘Thorley,’ and
other people call him by that name, he is ‘Thorley’ to all intents
and purposes, although his name was originally ‘John Doe.” Then
it is said that it is hard, if a man has the name of ‘Thorley,’ that
he cannot make food and sell i1t as ‘Thorley’s Food.” So he may;
but if, vnfortunately for him, some preceding Thorley has carried
on the business of making cattle food in such a way that by the
name ‘Thorley’s Cattle Food’ is understood the manufacture of
that man, then the second Thorley, or the man who assumes his
name, must take care so to conduct his business as not to bhe
mistaken for the original Thorley, and, if he carries on his busi-
ness so as to be mistaken, he must be restrained from doing it. It
is not a hardship upon him that he should be obliged to state in
his advertisements that the article produced by him is the same
as Joseph Thorley produced, and is the article which is called
‘Thorley’s Food for Cattie,” and that the public may buy it of him
as well as of the representatives of the original Thorley. The de-
fendants, in that sense, might use the words ‘Thorley’'s Food for
Cattle,” but, if they cannot use that expression without misleading
people, they must not use it, because it tends to the detriment of
the plaintiffs.”
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court would enioin theni, not from the use of the name, but
from using it in such a way as woula deceive the public].
¥ % % [Every man has the absolute right to use his own
name in his own business, even though he may thereby inter-
fere with or injure the business of another person bearing
the same name, provided he does not resort to any artifice
or contrivance for the purpose of produveing the impression
that the establishments are identical, or do anything calcun-
lated to mislead.”

§ 162. Impersonal name used by individual.

As an individual 1s not required to use kis own name in
the business which he earries on, he may adopt and use a
fictitious, fanciful, or arbitrarily seleeted name.  Sucl. aamne
may be a valid trade-name, and may pass to the purchaser
of or successor to the business carried on under such name.
Thus, where a banking business had heen condueted for many
vears under the name and styvle of “Bunk of Tomah,” and,
upon the insolvency of the proprietor, an assiemment for the
benefit of the ereditors was made, it was held that the good-
will and business name passed to the assignee, and might he
ivursferred by the assignee to third persons in conncetion
with the real estate and other property formerly used by the
ussignor in earrying on such business.'®

S 163. Firm names.

The same rules apply to the names of firms as trade
nanes a- are applied to the names of individuals.  Where a
name has heen adopted in good faith, the users thereof arc
entitied to the exclusive right thereto, uniess the name is onc
incapable of exclusive appropriation, and is also one that
others can usc with equal truth. As a firm adopts its own

10 Bank of Tomah v. Warren (1896¢) 94 Wis. 151,
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name, its act in selecting a name similar to that of a firm
already in existence will be very closely scrutinized. If the
two names are likely to lead to confusion, that which is last
adopted will usually be enjoined. This, however, 1s not al-
ways the case. An illustration of this fact is found in the casc
of Turton v. Turten,'®® in which it appeared that a firm
had for many years carried on the business of steel manufac-
turers under the name of “Thomas Turton & Sons,” and an-
other manufacturer, John Turton, had for many years car-
ried on a similar business in the same town, at fiist as “Jdohn
Turton,” then as “John Turton & Co.,” and later, upon tak-
ing his two sons into partnership, as “John Turton & Sons,”
and ‘here was no evidence of imitation of trade marks or
labels, or other attempt to deceive the publie, and 1t was
held, although there was a probability that the publie would
he occasionally misled by the simwilarity of the names, the
plaintiffs were not entitled to an injunction restraining the
defendants from the use of the name “dohn Turton & Sons.”
It will be apparent that John Turton had a pertect right to
do business under his own name, and, having taken his sons
into rartnership with him, it was proper to announce that
fact, and make it known to the public by making the name of
the firm “John Turton & Sons.” In the absence of any evi-
dence of an attempt at unfair competition, it was properly
held that the firm of John Turton & Sons had a right to
continu¢ to use that name. Where a number of persons
had carried on business as a partnership under the name of
the Kalamazoo Wagon Co., and where two of the partners
sold their Interest in the property, assets, money, goodwill,
and all other property of every name and nature in and to the
firm, to the others, and these two, with others, afterwards
organized a corporation under the name of the Kalamazoo

102 (1889) 42 Ch. Div. 128,
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Buggy Co., it was held that they should be restrained from
using that name.!!

11 Myers v. Kalamazoo Buggy Co. (1884) b4 Micn. 215. See, also,
Churton v. Douglas (1859) John's Eng. Ch. 174; Fulmood v. Full-
wood (1876) 9 Ch. Div. 176.

In Bowman v. Floyd (1§67) 3 Allen (Mass.) 76, it was held that
a receipt given by executors for money due and paid to the estate
of a deceased person from former partners, in which the latter
are mentioned by the name of the former partnership, under which
they continued to carry on the business, will not be construed &s
a written consent to the continued use of the former partner's
name in the new business and firm, if it was executed nind deliv-
ered merely for the purpose of exhibiting the settlement of the
claim.

In Rogers v. Taintor (1867) 97 Mass. 291, where it appeared that
F. J., R., and T., copartners, began the business of manufacturing
machinery at Worcester, Mass., in 1802, under the name of F. & Co.;
and ¥., J., R,, and C,, copartners, began a like business at Cincin-
nati, Ohio, in 1853, under the same name, using it as a style of
the firm and as a trade-mark, and ¥. died in 1854, and, ever since
his death, J., R, and C., copartners, continved the business at
Cincinnati with all the rights as to the ise of the name of F. &
Co. which the Cincinnati firm kad originally, and J., R., and T., co-
partners, continued the business at Worcester under the name of
F. & Co., with the assent of 1I'.’s representatives, until 1861, when
their firm was dissolved, and ita orders, correspendence, and good-
will were sold to T., a member of the dissolved firm, who there-
after pursued the business of huying and selling, and not of manu-
facturing, machinery, it was held that J.,, R. & Co. could not main-
tain a Uill of equity to enjoin T. in his business, and attaching it
to machinery sold by him, but n:ade by others than J., R. & Co.

In McGowan Bros. Pump & Machine Co. v. McGowan (1872) 2
Cin. R. (Ohio) 313, the facta were as follows: Theodore and John
McGowan were manufacturers of piu. .ps, tinder the name oif “Me-
Gowan Brothers.,” JoUun sold out all hris internst in the business and
assets of the firm to Theodore, including the old patterns, with the
name ‘McGowan Brothers” on th2m, and Theodore was to assume
the liabilities and succeed to the husiness of the firm, and associate
with himself others if he chose. After thc contract of sale was
executed there was inserted in the notice of dissolution & privilege
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§ 164. License to use individual name.

Where a person permits & firm to use his name as a part
of the firm style and title, the partnership may acquire by
such license an exclusive right to the use of the name, as long
as the firm continues intact, but it cannot, upon its dissolu-
tion, confer the same privilege on its successor. When a re-

to Theodore of using the old firm name, as to which there had
been no previous negotiation. Theodore, with others, procured a
certificate of incorporation undor the name “McGowan Brothers
Pump & Machine Company,” and transferred to the said corpora-
tion all his rights and interest as purchased from John. It was
held that John, who set up a similar business by himself, was en-
titled to an injunction to restrain the corporation from the use of
“McGowan Brothers” in its name, the use of the old firm name
sranted to Theodore being in the nature of a revocable license;
that the old name was not a trade-mark, to be used by the corpo-
ration, and, while it had the right to use the patterns and sell the
castings with the name “McGowan Brothers” on them, it could
not hold out, by the corporate name, that all the articles made by
it were in part the product of the skill and labor of John, or that
the corpora.ion was in fact the old firm.

In Schmid v. De Grauw (1899) 27 Misc. Rep. (N. Y.) 693, where
it had been duly adjudicated in a former action bhetween the pres-
ent plaintiff, purchaser of the entire stock in trade of the business
of an old firm, and one of the present defendants, who participated
in such sale, that the plaintiff was alone entitled to use the firm
name, the participating defendant, and persons whom he had as-
sociated with himself because of the identity of their names to
those of the partners of the old firm, were restrained from using
the name of the old firm.

In Williams v. Farrand (1891) 88 Mich. 473, where, upon the dis-
solution of a firm called I'arrand, Williams & Cn., which was com-
posed of one pariner named Farrand and another named Sheley,
Farrand sold to Sheley his interest in the concern, and Sheley's
firm adopted the name of Williams, Sheley & Banks, successors to
Farrand, Williams & Co., and where Farrand afterwards founded
the firm of Farrand, Williams & Clark, these being the names of the
partners therein, it was held tiiat the latter firma was authorized
to conduct the business in that name, In this case the court stated
that the following propositiors must be regarded as established by
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tiring partner. whose name is part of the firm name, makes
a contract giving to the other partner the right to continue
the use of the same firm name as long as the other partner
carries on the husiness, such right to use the retiring
partner’s name cannot be assigned to a corporation formed
to take over the business. While a person might be wiliing
to forego the use of his own name in favor of an ordinary
partnership, which, whether limited or not to a definite term

the clear weight of authority: ‘(1) Though =~ retiring partner
may have assigned his inter«<et in the partnership business, includ-
ing the goodwill thereof, to his copartner, he may, in the absence
of an express agreement to the contrary, engage in the same line
of business in the same locality and in his own name. (2) He may,
by newspaper advertisements, cards, and general circulars, invite
the general public to trade with him, and, through the same medi-
ums, advertise his long connection with the old business, and his
retirement therefrom. (3) He will not be allowed, however. to 1use
his own name, or to advertise his business, in such a way as to
lcad the public to suppose that he is continuing the old business;
hence will not be allowed to advertise himself as his successor.
(4) The puchaser will not, in the absence of an express agreement,
he allowed to continue the business in the name of the old firm.
(5) That no man has a right to sell or advertise his own business
or goods as those of another, and so mislead the public, and injure
such other person. * * ® (6) That, when an express contract
has been made to remain out of business, or for the use by 4
purchaser of a fictitious name, or a trade-name, or a trade-mark,
tne courts will enjoin the continued violation of such agreement.
* * % (7) That an assignment of all the stock, property, and ef-
fects of a business, or the exclusive right to manufacture a given
article, carries with it the exclusive right to use a fictitious name
in which such business has been carried on., and such trade-marks
and trade-names as have been in use in such business, * * * (§)
A corporate name is regarded in the nature of a trade-mark, even
though composed of individual names. and its simulation may be
restrained. After adoption, it follows the corporation.” In the
report of this case the following propositions are stated to be sum-
marized from the opinion of Mr. Justice McGrath: *(a) Goodwill
may he said to be those intangible advantages or incidents which
are impersonal, so far as the grantor is concerned. and attached to
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of existence, is liable npon many contingencies to come to
an end, there could not reasonably be inferred from such a
grant an intention to authorize a transfer or assignment of
the name to other companies or corporations, whereby the
owner might be perpetually deprived of his own name. Ac-
quiescence by any person in the wrongful use of his name
will not estop him from asserting his rights in ejuity unless

ke has notice, during such acquiescerce, of the facts render-
ing the e of his name wrongful.!*

the thing conveyed. (b) Where it consists of the advantages of
location, it follows an assignment of the lease of that location.
Again, it may nov depend at all upon location, as in tne case of
a newsnaper, and it would follow an assignment of all interest in
the plant, property, effects, and business. (¢) A partnership name
may become impersonal after the death of the partmers, and it is
then treated like a flctitious or corporate name. (d) A surname
may become impersonal when it is attached to an article of manu-
facture, and becomes the name by which such article is known on
the market, and the right to use the name may, in conseguence,
follow a grant of the right to manufacture that article, or a sale
of the business of its manufacwure, and, when the right to manu-
factire is exclusive, the right to the use of the name as applied
to the article becomes likewise exclusive.”

12 Bagby & Rivers Co. v. Rivers (1898) 87 Md. 400; Horton Mfg.
Co. v. Horton Mfg. Co. (1883) 18 Fed. 816. See, also, Lodge v.
Weld (1885) 139 Mass. 499; Lawrence v. Hull (1897) 169 Mass. 250;
[owa Seed Co. v. Dorr (1386) 70 Iowa, 481. In Reeves v. Denicke
(1871) 12 Abb. Pr. (N. S.; N. Y,) 92, the court says: “In this case,
the firm name * * ¥ was not sold or transferred to the defend-
ants as constituting a part of the partnership property and effects.
Nor did the sale, in terms or by necessary implication, include the
goodwill of the business of the previous firm, and it is therefore
unpecessary to determine whether Lthe partnership name was a part
of such goodwill, There was no restraint upon the retiring part-
ner hoidiaz him from engaging in a similar business, and he vio-
lateit no chligation to the defendants by forming a new firm under
his own name, and transacting a businesy in all respects liiie that
which he had released to them. It is qui.c clear, I think, that the
deferdants acquired no right to continue .he use of the partnership
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§ 165. Presumption as to individual name appearing in firm
name.

A person whose name appears in the name of a firm or
partnership, in the ahsence of anything raising a contrary
presumption, wili be presumed to have agrced that it should
so continue during the existence of the partnership. If, be-
fore the partnership exnires, he merely sells his interest in
the concern to a stranger, he conveys to the purchaser a right
to the use of his name during the remainder of the term. 1f,
at the expiration of the term, he sells his interest with an
agreement, express or implied. that the business shall there-
after be continued under the s2me name, the same rule ap-
plics. At the dissolution of the partnership, the partners
revert back to their individual rights and responsibilities, and
each partner, In the absence of any agreement to the contrary,
has an absolute right to control the use of his own name.!3

§ 166. Rule where firm name is impersonal.

Where, however, the name adopted and used by a firm is
impersonal, it becomes a part of the asseis of the firm, and
may be sold with the business, either by the partners direetly,
or through a receiver, under an order made by a court, in a
case to which they are parties, and such name may be trans-
ferred by the purchaser to a corporation organized to succeed
to the business. This was held by the supreme court of Ohio
In a case in which it used the follewing language: “We are
not relnctant, therefore, in holding that, upon the dissolution

name of the old firm. If the good reputation of that firm was in.
tended to pass into and become a part of the defendants’ new
firm, it should have been provided for in the conveyance. That it
was nct intended it should pass 1s evident from the omission to in-

clude it.”
13 Holmes v. Holmes, Booth & Atwoud Mfg. Co. (1870) 37 Conn.

295.
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of a trading copartnership, its assets, including the goodwill
of the business, may be sold as a whole, either by the partners
directly, or through a receiver, under an order made by a
court in a case to which they are parties, and that a pur-
chaser thereof under either method of sale is entitled to con-
tinue the business as the successor of the firm, and make use
of the firm name for that purpose. And, further, that where
the purchaser transfers the property so acquired by him to a
corporation of which he is a member, organized to succeed
to the business, it may carry on the business in the same
manner under a corporate name including the name which
had been used by the firm,”’!4

§ 167. Corporate names.

In respect to corporate names, the same rules apply as to
the names of firms or individuals, and an injunction lies to re-
strain the simulation and use by one corporation of the name
of a prior corporation, which tends to create confusion, and
to enable the later corporation to obtain, by reason of the sim-
1larity of names, the business of the prior one. The courts
interfere in these cases, not on the ground that the state may
not affix such corporate names as it may elect to the entities
it creates, but to prevent fraud, actual or constructive. . The
names of corporations organized under general laws, and in
most other cases, are chosen by the promoters, and it would
be an easy way to escape from the obligations which are en-
forced as between individuals, if a corporation were granted
immunity by reason of its corporate character.” The prin-
ciple upon which courts usually proceed in restraining the
simulation of a name that has come to designate the business
of a particular person or company was stated in the Guinea
Coal Company Case by Giffard, L. J., as follows: “I quite

14 Snyvder Mfg. Co. v. Snyder (1896) 54 Ohio St. 86.
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agree that they [plaintiffs] have no property in the name
[Guinea Coal Company], but the principle upon which the
cases on this subject proceed is, not that there is property in
the word, but that it is a fraud on the person who has estab-
lished a trade, and ecarries it on under a given name, that
some other person should assume the same name, or the same
name with a slight alteration, in such a way as to induce per-
sons to deal with him in the belief that they are dealing with
the person who has givem & reputation to the name.”!®
Whether the court will interfere in a particular case must
depend upon circumstances,—the identity or similarity of
the names; the identity of the business of the respective cor-
porations ; how far the name is a true description of the kind
and quality of the article manufactured, or the business car-
ried on; the extent of the confusion which may be created
or apprehended; and other circumstances which might just-
ly influence the judgment of the judge in granting or with-
holding the remedy. Where it appeared that the plaintiff’s
corporate name was lawfully given to it by legislative action
more than forty years before suit was brought, the couri held
that there would seemn to be no good reason why it should
not receive as much protection against the unauthorized use
of 1is name as a natural person. It has also been said that a
corporate name is entitled to protection to the same extent
as a trade-mark.1®

18 J,ee v. Haley (1869) 6 Ch. App. 165; Chas, S. Higgins Co. v.
Higgins Soap Co. (1895) 144 N. Y. 463; Amoskeag Mfg. Co. v. Gar-
ner \1876) 54 How. Pr. (N. Y.) 300; Holmee v. Holmes, Booth &
Atwcod Mfg, Co. (1870) 37 Conn. 278: Newby v. Oregen Cent. Ry.
Co. (1869) Deady, 609, Fed, Cas. No. 10,144, ,

16 In Willlam Rogers Mfg. Co. v. Simpson (1887) 54 Conn. 568, the
following is quoted from Sebastian on Trade-Marks (page 226 et
geq.): “It was formerly sometimes supposed, and was held by the
late master of the rolls and the court of appeal in Singer Mfg. Co.
v. Wiison, 2 Ch, Div. 434, that, for an action to restrain the use

(287)



§ 168 LAW OF TRADE-MARKS, [Ch. 8

§ 168. Conflicting corporate names.

Where a controversy is between two corporations, there are
certain things to be observed: Each party owes its existence
to the law. The law authorizes, sanctions, and protects
every act done, and every step taken, in pursuance of law,
whether in the process of organization or in the course of its

of a trade-name to be successful, fraud must be proved, on the
ground that, when a trade-mark was once afixed to the goods, it
passed with the goods from hand to hand, thus silently repeating
to each successive purchaser the original misrepresentation ot
the original infringer, while the improper use of a name not affixed
to the goods was not the necessary consequence of being in pos-
gession of marked goods, but was the individual act of each person
who used it in respect of the goods; 50 that there might be held
to be an infringement of a trade-mark when, in analogous circum-
stances, there would be no infringement of a trade-name. And
when the case of Singer Machine Manufacturers v. Wilson, 3 App.
Cas, 376, was remitted by the house of lords to the court of first
instance, on the ground of insufficiency of evidence, some of the
law peers seem to have thought that different principles of law
might possibly be applicable to trade-marks and trade-names. But
Lord Cairns, Chancellor, said: ‘It may well be that, if an imitatad
. trade-mark is attached to the article manufactured, there will, from
that circumstance, be the certainty that it will pass into every hand
into which the article passes, and be thus a continuing and ever-
present representation with regard to it, but a representation, made
by advertisements, that the articles sold at a particular shop are
articles manufactured by A. B. (if that is the legitimate effect of
the advertisements, which is & separate question), must, in my
opinio i, be as injurious in principle, and may possibly be quite
as injurioug in operation, as the same representation made upon
the articles themselves; and in Singer Mfg. Co. v. Loog, 8 App.
Cas. 15, Lord Blackburn took the view that the law of trade-marks
and trade-names, when not affected by legislation, was the same.
Whether there is or is not property in a trade-name, as Lord Black-
burn suggested, it is a fraud on the part of one person to attract
to himself the custom intended for another, by a false representa-
tion, direct or indirect, that the business carried on by himself is
jidentical with that of the other person, by whose abillty and ex-
ertiong the name has acquired the reputation it possesses., The
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business. It is irue all the details are not prescribed in ud-
vance. Certain general powers are conferred, which are ap-
plicable alike to all corporations, such as the power to hold
property, to sue 2ad be sued, and the like. So, also, of cer-
tain requisites and forms, such as the par value of each share
of stock, the publication notice, and recording the articles
of assoclation, ete. Other powers and privileges are left in

question is not whether the defer:dant’'s business is represented as
being similar to the plaintiff's, but whether it is represented as
being that very identical business, If such a false representation
has been made, whatever may have been the motive of the persons
making it, when proceedings are taken in consequence of it, all
the court requires is to be satisfied that the names are so similar
as to be calculated to produce confusion between the two,—so cal-
culated to do it that, when it is drawn to the attention of those
adopting the name complained of, that that would be the result,
it 1s not honest for them to persevere in their intention, though
originally the intention might not have been otherwise than hon-
est.”

In Newby v. Oregon Cent. Ry. Co. (1869) Deady, 616, Fed. Cas.
No. 10,144, in the United States court for the district of Oregon,
Judge Deady, in considering the name of a corporation, said: By
the execution and fliing cf these articles, the corporate name as-
sumed thereby and specified therein becomes exclusively appro-
priated. If afterwards any person attempt to incorporate for any
purpose by the same name, this would be an encroachment upon:
the rights of the first corporation, and therefore illegal. To pre-
vent the continuance of such a wrong upon the rights of another.
equity will interfere, at the suit of the injured party, by injunction.
The case is analogous to, if not stronger than, that of a piracy upon
an established trade-mark. Bell v. Locke, 8 Paige (N. Y.) 75:
Taylor v. Carpenter, 11 Paige (N. Y.) 202; Partridge v. Menck, 2
Barb, Ch. (N. Y.) 102; Willard, Eq. 402, 403. The corporate name
of a corporation is a trade-mark from the necessity of the thing,
and, upon every consideration of private justice and public poliey,
deserves the same consideraiion and protection from a court of
equity. Under the law, the corporate name is a necessary element
of the corporation’s existence. Without it, a corporation cannot
exist. Any act which produces confusion or uncertainty concern-
ing this name is well calculated to injuriously affect the identity
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a measure to the diseretion of the parties interested. Among
these are the amount of capital stuck, the location, the busi-
ness to be transacted, and the name. When the corporators
have once exercised their power in respect to these matters,
the law declares the capital stock, the location, the business,

and business of a corporation: and, as a matter of fact, in some
degree at least, the natural and necessary consequence cf the wrong.
ful appropriation of a corporate name is to injure the business
and rights of the corporation by destroying or confusing its iden-
tity. The motives of the persons attempting the wrongful appro-
priation are not material. They neither aggravate nor extenuate
the injury caused by such appropriation. The act is an illegal one,
and must, if recessary, be presumed to have been done with an in.
tent to cause the results which naturally flow from it. Nor will g
court of equity refuse to enjoin the wrongful appropriation of a
corporate name until the right of the first corporation to the namvu
has been established by the verdict-of a jury in an action at law.
Such right does not rest in parol, but is shown by the record, if a:
all, and is determined by the court in any form of proceeding.
Neither, in such case, has the party injured an adequate and com-
plete remedy at law., As in the case ol patents for inventions and
copyrights, the remedy at law can only give redress for the past
injury, and that often inadequately; but to pro’zct the injured
corporation from the mischief arising from continued violation of
its rights and perpetual litigation concerning them, resort must be
had to the equitable remedy by injuretion. Story, Eq. § 930. Nor
do I deem it material in this case to the jurisdiction in equity that
the defendant should be insolvent,—unable to respond to the com-
plainant in damages. The jurisdiction in this class of cases—
trade-marks, patents, and copyrights—-depends upon the fact that
the matter is intrinsically of equitable cognizance; that the legal
rights of the party can only be protected in equity, and not upon
the uncertain and irrelevant test of the insolvency of the defend-
ant.” With the exception that the court designated the corporate
name of a corporation as a trade-mark, this is an accurate state-
ment of the law. The court should have said: *“The corporate
name of a corporation is a trade-neme, from the necessity of the
thing, and, upon every consideration of private justice and public

policy, deserves the same consideration and protection from a court
of equity as a trade-mark.,”
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and the name to be as thus determined, until changed in pur-
suance of law. In respect to these matters the corporation
is as much the creature of, and subject to, and protected by,
the law as in the former. The law having authorized the
sclection of a name, and having declared the name so seleeted
to be the name of the corporation, there is no reason why the
law should not protect the corporation in the use of that
name, upon the same prineiple, and to the same extent, that
individuals are protected in the use of trade-marks. Ilence
it necessarily follows that corporations, in the exercise of dis-
cretionary powers conferred by the statute, must so exereise
them as not to infringe upon the established legal rights of
others.!” In a leading ease in the United States eircuit
court, Mr. Justice Bradley said: “The fact that both are
corporate names i1s of no consecquence in this connection.
They are the business names by which the parties are krown,
and are to be dealt with precisely as if they were the names
of private firms or partnerships. The defendant’s name was
of its own choosing, and, if an unlawful imitation of the
complainant’s, is subjeet to the same rules of law as if it
were the name of an unincorporated firm or company,”!®
And where complainants adopted as their trade-name the
designation “Taper-Sleeve Pulley Works,” and on that name
built up a large general trade in tapersleeve pullevs and
other articles throughout the United States, it was held that
complainants were entitled to the exclusive use of said trade-
name, even as against a later corporation organized in an-
other state under the same name, and having the right to
make and sell the device of the taper-sleeve pulley, and hav-

17 Holmes v. Holmes, Booth & Atwood Mfg. Co. (1870 7 Conn.
293.

18 Celluloid Mfg. Co. v. Cellonite Mfg. Co. (1887) 32 Fed. 97.
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ing also the right to so designate the article, and to advertise
itself as 2 manufacturer and vendor thereof.'?

In the English case of National ¥olding Box & Paper Co.
v. National Folding Box Co.2° it appeared that the plaintifis
were an American company which manufactured folding
boxes and other goods of the same kind in Ameriea, and that
there was a considerable market for their goods on the Con-
tinent and in England, where an English company were their
sole agents., The defendants had been doing business for
some years as Parmenter & Co., and in June, 1894, they
passed and regisiered a special resolution to change their
name to the “National Folding Box Co., Limited.” The
plaintiffs moved for an injunction to restrain the defendants
from using plaintiffs’ name, or any colorable imitation there-
of. The injunction was granted, the court using the follow-
ing language: “It was said that the plaintiffs ar¢ an Ameni-
can company, and carry on business in America, and that
there 1s, therefore, no question of the defendants interfering
with them. Iut, as a matter of fact, the plaintiffs do carry
on, through their agents, a large business in England, and
are, accordingly, entitled to the benefit of such protection as
the law of England gives to persons c:irrying on a legitimate
business in this country. The defendants have interfered
with this business; they have adopted a name which, in all
reasonable probability, will lead to their goods being passed
off as goods manufuactured by the plaintiffs. They have no
right to do this. I think the names so simiiar that the re-
sult which the plaintiffs fear was the probable result to be
expected. How did the defendants come to adopt their
name? They adopted it last June after earrying on business
for seven years under a totally different name. 1 do not be-

19 Gray v. Taper-Sleeve Pulley Works (1883) 16 Fed, 436,
20 (1894) 13 Reports, 60.
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lieve that the explanation of the reasons for the change of

name were correct, and I have come to the conclusion that the
defendants adopted the name on account of its resemblance
to the plaintiffs’ name, knowing that the plaintiffs had a large
business in England.”

§ 169. Corporation may acquire trade-name different from cor-
porate name,

A corporation may acquire a right to the exclusive use of
another name than its corporate name as a trade-name, but
not as a corporate name. Hence, where a corporation, with
a corporate name similar to a trade-name used by an older
corporation, continued for ten years to exercise its franchise
in a different Iine of the same business without mutual em-
barrassment, except that letters and packages intended for
the latter sometimes miscarried, without, however, causing
serious inconvenience, and the younger corporation then pre-
pared to enter the same line of business, and to use its cor-
porate name in competition with the older corporation, it was
held that a petition for leave to file an information in the
nature of a quo warranio, and to restrain the younger corpo-
ation from thus using 1its corporate name, must be dis-
missed. This decision, however, was based on the ground
that the proceeding sought to restrain the younger corpora-
tion from exercising its franchise, and, if it had a right to
use 1ts corporate name at all, the petition must be denied, and
that 1t could not be restrained in & vroceeding of this char-
acter from using its name in one line of business, and not in
another. The remedy of the older corporation in this in-
stance should have been by an action to restrain the yvounger
corporation from using its nawe in the particular line of
business in which the older corporation was engaged, on the
oround that such use of the name would tend to create con-
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‘fusion, and to cause the younger corporation to be mistaken
for the older.*!

§ 170, Corporation may not be entitled to use abbreviated
name,

A corporation may in some instances be entitled to use its
entire corporate name, where it would not be entitled to use
an abbreviation of such name, i1f such abbreviated name was
so close a resemblance to the name of another corporation, or
to the abbreviation used for the name of another corporation,
as to cause confusion. Thus, where the Sun Life Assurance
Company of Canada, which was duly incorporated in Can-
ada, and had there carried on business for some years under
that name, opened an office in the city of London, and where
the Sun Life Assurance Company, which was established in
1810 in England, with its head office in the City of London,
commenced proceedings against the Canadian company, and
moved for an injunction to restrain the defendant company
from carrying on in the United Kingdom the business of a
life assurance company under the name of the “Sun Life As-
surance Company of Canada,” it was held that, inasmuch as
the mere user by the defendant company of its full name in-
volved no misstatement of fact, and was not a fraudulent
user, the defendant company was entitled to use in the Unit-
¢d Kingdom its full corporate name, but that this right did
not extend to the use of the name of “The Sun” or “The Sun
Life” without the addition of the words “of Canada.”?®

§ 171, Estoppel arising from assent to adoption of corporate
name,

Where a corporation assumed the name of the “Lamb

21 Boston Rubber Shoe Co. v. Boston Rubber Co. (1889) 149 Mass.
430.

22 Saunders v. Sun Life Assur, Co. of Canada (1893) 8 Reports,
125.
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Knit-Goods Co.,” with the knowledge and consent of one of
the defendants, who, acting as agent, transferred to the cor-
poration the property, business, and goodwill of a prior com-
pany, known as thz “Lamb Knitting Company,” and where
it appeared that ecomplainant had no exclusive right to the
use of the terms “Lamb Knit,” “Lamb Goods,” “Lamb Ma-
chine Goods,” or “Lamb Knit Goods,” it was held that com-
plainant was entitled to an injunction restraining the defend-
ant from continuing the use of its corporate name “Lamb
Glove & Mitten Company,” or any name in which the name
“Lamb” appears in connection with other words indicating
a business similar to that of complainant, it being shown that
considerable eonfusion had arisen, and that dealers had been
misled, and that, by the transfer to the complainant of the
goodwill of the Lamb Knitting Company, it was the inten-
tion of the defendant Lamb to grant the right to usc his name
in conncction with the complainant’s business, and that in
fact he assisted in organizing the corporation, and beeame a
stockholder in it, and he was therefore estopped from assert-
ing that the company did not take its name rightfully.*®* In
Clark Thread Co. v. Armitage, where it appeared that the
defendant was originally incorporated as the William Clark
Thread Company, and that plaintiff, the Clark Thread Com-
pany, objected to this name, and, at the suggestion of its man-
aging dircctor and treasurer, defendant’s name was changed
to the William Clark Company, it was held that plaintiff
was cstopped from afterwards objecting to the use by de-
fendant of the amended name.?*

¢ 172. Individual name used as principal part of corporate name.
The fact that one of the incorporators and stockholders of

23 Lam., nnit-Goods Co. v. Lamb Glove & Mitten Co. (1829) 120
Mich. 159, 44 L. R. A. 841.

24 (1895) 67 Ired. 896, (1826) 21 C. C. A. 178, 74 Fed. 936.
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a corporation bears an individual name that becomes the
puincipal part of the name of the eorporation gives the cor-
poration no immunity from the consequences which ordina-
rily flow from an attempt to deceive tin public by the fraud-
ulent use of another’s name, since the promoters of the cor-
poratior: could have given to it any other name that they
liked, provided the designation was honestly made, and with-
out injury to others,?® Where the circumstances surround-
ing the creation of a corporation and the naming of it were
such as to show that the selection of the name was not an
honest one, but a part of the original scheme of the promoter
to make such use of his own name as would enable him to
profit by the name which the plaintiffs had given to their
articles on the market, and which they had made valnable
by much labor and a liberal expenditure of money, it was
held that the corporation would not be permitted to make use
of a name acquired in such a manuner and for such a pur-
pose.="

3 173. Descriptive names cannot he exclusively appropriated.

Names which are merely descriptive of well-known classes
of goods, or of well-known methods of transacting business,
cannot be exclusively appropriated as trade-names. In the
ase of Goodyear’s India Rubber Glove Mfg. Co. v. Good-
vear Rubber Co., the supreme court of the United States said:
“But the name of ‘Goodyear Rubber Co.’ is not one capable
of exclusive appropriation. ‘Goodyear Rubber’ are terms

< De Long v. De Long Hook & Eye Co. (1895) 89 Hun (N. Y.)
390; De Long v. De Long Hook & Eye Co. {(1894) 10 Misc. Rep. (N.

Y.) b77. See, aleo, De Long v. De Long Hook & Eye Co. (1896) 7
App. Div. (N. Y.) 33.

26 S, Howes Co. v. Howes Grain Cleaner Co. (1897) 46 N. Y. Supp.

165, (1897) 19 App. Div. (N. Y.) 625; permauent injunction granted
(1508) 24 Misc. Rep. (N. Y.) 83.
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deseripiive of well-known classes of goods produced by the
process known as ‘Goodyesr’s Invention.” Names wiiich are
thus descriptive of a class of goods cannot be exclusively ap-
propriated by any one. The addition of the word ‘Com-
pany’ only indicates that parties have formed an association
or partnership to deal in such goods, either to produce or to
scll them. Thus, pariies united to produce or sell wine, or
to raise cotton or grain, might style themselves ‘Wine Com-
pany, ‘Cotton Company,’” or ‘Grain Company,” but by such
deseription they would in no respect impair the equal right
of others engaged in similar business to use similar designa-
tions, for the obvious reason that all persons have the right
to deal in such articles, and to publish the fact to the world.
Names of such articles cannot be adopted as trade-marks, and
be thereby appropriated to the exclusive right of any one;
nor will the incorporation of a company in the name of an
article of commerce, without other specification, create any
exclusive right to the use of the name.”=?

In Bolander v. Peterson=® it was held that the words
“Svenska Snusmagasinet,” which means “The Swedish
Snuff Store or Magazine,” cannot be exclusively elaimed
as a trade-name by one cngaged in the business which they
deseribe. The court said: “The words ‘Swedish Snuff
Store’ are descriptive of the business there carried on, and
may mean that it 1s conducted by Swedes, or that Swedish
snuffs are there sold, or that Swedes are expeeted to patronize
the same, and nothing more. * * * A trade-mark must
be such as will clearly iduntify’thc article to which it is af-
fixed as that of the person adopting it, and distinguish it
from that of all others. ¥ * % A generic nidme, or one
merely deseriptive of the artiele made or sold, or its qualities,

=7 (1888) 128 U. S. 598,
28 (1801) 136 Ill. 215,
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“

ingredients, or characteristics, and which may be employed
truthfully by other makers or dealers, is not entitled to pro-
tection as a trade-mark.”

In Employers’ Liability Assur. Corp. v. Employers’ Lia-
bility Ins. Co.,*® the suprcme court of New York adopted
the same rule, and said; “We are of the opinion that the
court below was correet in refusing a general injunction
against the defendant in this action, prohibiting it from the
use of the term ‘Imployers’ Liability,” upon the ground that
this term is a descriptive term used genervally to designate a
certairr well-known branch of the insurance business. But it
1s ciaimed that, wholly irrespective of any question of ex-
clusive property in the name, the plaintiff was entitied to
protection against any such appropriation as would interfere
with its husiness by inducing thie public to suppose that a
new company trading under the same was the original plain-
tiff corporation; that it was not necessary that fraud or cvil
practice should be shown; if the fact is made to appear that
the ucs of a trade-mark or corporate name lawfully possessed
and enjoyed by a trading company is so used by a competitor
as to deccive or mislecad dealers to the prejudice of the cor-
poration lawfully using the name, equity will protect by in-
junction.  And our attention is called to certain cases, among
which are Mecl.ean v. Fleming {96 U. S. 245] and Good-
year’s India Rubber Glove Mfg, Co. v. Goodyear Rubber
Co. [128 U. S. 598]. DBut we think that an examination ot
those cases is fatal to this elaim. ‘I'he rule is there expressly
recogenized that exelusive right to use a terin deseriptive of
a character of business cannot he acquired, and the evidence
in this case shows that the term ‘Emplovers’ Liability’ was
in common use in respeet to this elass of insurance.”

20 {1891) 61 Hun (N. Y.) dd2.
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In Continental Ins. Co. v. Continental Fire Ass’n®® it was
held by che cireuit conrt for the northwestern district of Texas
that the word “Contincntal” was a generic term, the right to
use which could not be exclusively appropriated by any in-
dividual or corporation, and an injunction was denied, in
the absence of proof of any fraudulent intent or conduet on
the part of the defendant, or that the public had been deccived
by the similarity of the names. This decision was affirmed
by the United States circuit court of appeals for the fifth
eircuit.

It has also been held that the term “International Banking
Company” is incapable of exclusive appropriation! But
the long-continued exclusive use of a trade-name, although
primarily intended to be descriptive of the quality of prod-
uct, entitles the user to protection against its unmnecessary
adoption and use by another which is calculated to deceive
purchasers, the use having been retained for that purpose.
And where the simulation of a complainant’s trade-name by
another is manifestly liable to deceive, 1t is not necessary for
complainant to show that purchasers have actually been de-
ceived, to eniitle him to relief.3* This right to relief, how-
ever, rests on the doctrine of preventing unfair ecompetition,
rather than on any exclusive riabt in the user t a trade-name
of this character.?

30 (1899) 96 Fed. 846, (1900) 101 Fed. 255.

31 Koehler v. Sanders (1890) 122 N. Y. 65.

12 Fuller v, Huff (1900) 104 ¥ed. 141, reversing (1899) 99 Fed.
439,

“A name, although genczic and geographical, is within the rute of
protection in law if it does not indicate that the business carried
on is to be patronized by the people of any particular locality, or
that any specific product is therein to be sold, or any particular
language is there to be spoken,” Whitfield v, Loveless (1893) G
Official Gaz. 442.

33 See chapter 10.
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5 174. Injunctions refused.

Where a corporation chartered in Michigan was doing busi-
ness in Chicago, and another company was incorporated in
Illinois under the same name, and filed a bill to restrain the
use of this name by the tormer corporation, alleging that the
Michigan corporation no longer existed, it was held that this
was not a sufficient ground therefor, as the defendants might
nevertheless do a partnership business under any name not
interfering with any earlier party’s use thereof.>* The use
of any particular name by a corporation will not be enjoined
unless it is made to appear from the evidence and by all the
circumstances that the proposed use of the name will likely
result In injury to the complainant corporation.’® Where two
corporations are incorporated with similar names under the
laws of different states, but there is no such similarity be-
tween the goods manufactured by them, or between their cir-
culars or advertisements, as to be likely to deceive the ordi-
nary mass of purchasers, an injunction will not be granted to
restriet the use by one corporation of the name by which it
is known, and under which it is incorporated.3®

31 Ottoman Cahvey Co. v. Dane (1880) 95 Ill. 203.

33 Drummond Tobacco v. Randle (1885) 114 I1l. 412,

36 Hazelton Boiler Co. v. Hazelton Tripod Boiler Co. (1891) 40 Ill.
App. 430, affirmed (1892) 142 111, 494.

In the case of German Hanoverian & Oldenberg Coach Horse
Ass'n v. Oldenberg Coach Horse Ass’n, 46 111, App. 281, it was held
by the Illinois first district appellate court that where two associa-
tions are incorporated under the laws of Illinois under similar
names, the claini of the older corporation to the use of the name
will be upheld, and nothing done by individuals, in the name as-
sumed by the junlor corporation, before it was incorporated, adds
to the rights of the junior corporation, since the assumption and
use of a corporate name, in the state of Illinois, at least, is in direct
violation of law, and the courts of that state will refuse to enforce
or give eflicacy to rights claimed to have been acquired by means
of such illegal acts,
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Where a corporation was duly incorporated under the laws
of the state of Nebraska, with its principal place of business
in the city of Hastings, in said state, under the name of the
“Nebraska Loan & Trust Company,” and where this com-
pany had been in business for a number of years, loaning
money, buying and selling real-estate mortgages, city, county,
and other municipal evidences of debt, and had largely in-
creased its capital and extended its sphere of operations until
it transacted business in a number of counties in the state,
and where the defendants were proposing to organize a loan
and trust company in the city of Lincoln, in the same state,
with the corporate name of the “Nebraska Loan & Trust Com-
pany,” it was held, in an action in equity by the Ilastings
company to enjoin the members of the Lincoln company from
taking the corporate name referred to, that the law govern-

ing trade-marks for manufactured goods did not apply, and
plaintiff could take no property in the name of the state, te

the exclusion of the defendants; that, the proof failing to
show a conflict of interest, or that the business transacted
by the defendants would materially interfere with the busi-
ness of the plaintiff, the injuncticn would be refused.?”

The terms “Investor” and “Investor Publishing Com-
pany” were held capable of appropriation as trade-names,
on a demurrer to bill of complaint, by the United States cir-
cuit court for the southern distriet of California,38-although,
on final hearing, the bill of complaint was dismissed by the
same judge on the ground that the papers were published
in widely separated states, and that the names were used
with distinguishing characters, which rendered injury to
complainant therefrom improbable, and absence of proof

87 Nebraska Loan & Trust Co. v. Nine (1889) 27 Neb. &07.

38 Investor Pub. Co. v. Dokinson (1896) 72 Fed. 603.
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that injury to the complainant therefrom had actually re-

sulted.3?
Where a son of Marcus Ward withdrew from the firm of

Marcus Ward & Co., Limited, which way engaged in the
manufacture of linen paper, and cstablished the firm of Wil-
liam I. Ward & Co., engaged in the same business, an ac-
tion was brought to cnjoin the members of said firm from
placing the name of “Marcus Ward’s Son” on their goods,
and the cexpression, “Late of the firm of Mareus Ward &
Co.,” on their letter heads, It was held, the fact being that
the defendant was a son of Marcus Ward, and lately a mem-
ber of the firm named, that plaintift was not entitled to an

injunction,**

§ 175. Where corporation is not of commercial or trading
character.

A right to injunctive relief against the improper use of o
corporatc name which interferes with the business of a cor-
poration 18 not limited to eases where the business i1s of a
comiercial or trading character.  ‘Thus, a corporation or-
ranized in 1892, pursuant to chapter 267 of the Laws of
1875, state of New York, under the name of “Lhe Society
of the War of 1812, for the purpose of commemorating
that war, and other kindred purposes, 18 entitled to an in-
junction restraining a corporation organized for similar pur-
poses in 1896 under the name of ““’he Society of the War of
1812,” in the state of New York, from using the words,
“The Society of the War of 1812, as part of its corporate
title, where it appears that the siiilarity of the names tends
in produce confusion, and to affect injuriously the conduct

an Investor Pub. Co. v. Dobinson (1897) 82 Fed. b6.
10 Marcus ward & Co, v. Ward (1891) 61 Hun, 625, 16 N. Y. Supp.

913,
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of the business of the older corporation.®® But it has also
been held that the use of the title “Colonial Dames™ will not
be restricted to the -orporation which first adopted it, where
it appears that aiether corporation, and a nonincorporated
society, which are also using 1t, are not conducting it for a
peecuniary profit, and that all three societics are merely so-
cicties for patriotic and philanthropic ends.4®

§ 176. Organization of corporation with name conflicting with
name of prior corporation.

While the statutes of most of the states prohibit the forma-
tion of a corporation with a name similar to that of a prior
corporation in the same state, there 1s nothing to prevent the
organization of a corporation in onc state with the same
name as that of a corporation foreign to that state, and
courts will not interfere to prevent the organization, under
the statutes of a state, of a corporation bearing the same
nawme as a foreign corporation. This question came bhefore
Judge Gresham in the United States district court for the
northern distriet of Illinois in a case in which the Lehigh
Valley Coal Co., a corporation organized in 1875 under the
laws of the state of Pennsylvania, sought to prevent the de-
fendants {from taking certain sieps in the creation of a new
corporation, with the same name, under the laws of the
state of Tllinois. In dissolving the temporary injunction
previously granted, and dismissing the bill, Judge Gresham
said: “The complainant 1s a forcign corporation, and it is
only by comity that it is doing business i1n Illinois at all.

41 Society of War of 1812 v. Soclety of War of 1812 (1900) 46
App. Div. (N. Y.) 508.
42 Colonia! Dames of America v. Colonlal Dames of New York
(1899) 29 Miszc. Rep. (N. Y.) 10.
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The state can say to it any day, ‘Go!’ and it must go. That
being so, I do not see that the complainant has a legal right
to say a corporation shall not be crcated in Ilhinois bearing
its (the complainant’s) name. If the state of Illinois may
create a corporation bearing the same name as the complain-
ant,—and it certainly ean,—this court has no right by in-
junction to prevent anything from being done under the
state law which is necessary in the creation of such a corpo-
ration. The comnissioners perform a function under the
laws of the state in the formation of the corporation. 1f
thay are not oflicers of the state, they are instrumemalitics
cmployed by the state. If they can be enjoined from re-
ceiving stock subseriptions under the license issued to them
by the scerctary of state, I do not sce why the latter might
not be enjoined from issuing a license, or doing anything clsc
under the state statute. The gencral law aunthorizing the
sceretary of state to issue a license to commissioners to re-
ccive stock subseriptions provides that no license shall be
1ssucd to two or more companies having the same name.  De-
fore bringing this suit, the complainant should have brought
to the attention of the sccretary of state the matters alleged
in the bill.  IIe might, on a proper application, have rcvoked
the license to the defendants, unless they adopted another
name for their company. I do not think this court ean in-
terfere by injunction, at the instance of a foreign corpora-
tion, and prevent any necessary step from being taken under
tho statute of this state in the creation of a corporation. T
do not say what may be Jone if the defendants succeed in
creating their covporation bearing the complainant’s name,
and a suit shall be brought by the complainant to prevent in-
dividuals claiming to be officers or managers of such corpo-

ration from mterfering with the complainant’s business,
)
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as alrcady stated. The temporary injunction herctofore
granted is dissolved, and the bill 1s dismnissed.™

So, also, where, under the statures of the stute of Michi-
gan, it was provided that “corporations organized in this
state shall not take any name m use by any other organiza-
tion of this state, or so elosely resembling suelh name us to
mislead the public as to its identity,” and the velator, the
Home Life Insurance Company, a foreign corporation, filed
a petition asking leave to file an information in the nature
of a quo warranto against the respondent for violating this
provision, it was held that the petition must be denied, the
relator not coming within the term “corvporation of this
state,” used in the statute*?

§ 177. Names of places of business.

The name of a place where a business 1s carried on, sucl
as an hotel or store, usually constitutes a valid trade-naine.
It is mmmaterial whether the name 1s orginal with the
adopter and user, or hus been previousty used in other place-
sufliciently remote so that no contliet oveurs.  “Thus, there
may be a “Washingion llotel” in every eity, and the name
will constitute a vaiid trade-name for every one.  In many
of the deetded cases, controversies have arisen in respect to
the use of such names in the same locality.,  Thus, where
proprictor of an hotel opened 1t uneler the name of “lrving
House,” and it very soon beeame generally known as the
“lrving House™ and “lrving lotel,” and was kept by hin
while thus designated, it was held that he had a right to the
use of those names, to the exelusion of other persons in the
same ey or town, aml, on their subsequently sctting up in
the same eity an hotel called “Ireving Hotel™ they were re-

it Lehigh Valley Coal Co. v, Hamblen (1885) 23 Fed. 223

_ﬂ.'l

1 People v. Home Life Assur, Co. (1897) 11t Mich, 400,

( N
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strained frem the use of that name by injunction.*® The
court said: ‘“We think that the principle of the rule is the
same, to whatever subject it may be applied, and that a party
will be protected in the use of a name which he has appro-
priated, and by his skill made valuable, whether the same
is upon articles of personal property which he may manufae-
ture, or applied to an hotel where he has built up a prosperous
business. We are not disposed to interfere with the lawful
pursuits of any one. Iivery man may and ought to be per-
mitted to pursue a lawful calling in his own way, providing
he does not encroach upon the rights of his neighbor or the
publie good, but he must not, by any deceitful or other prac-
tice, impose upon the publie, and he must not, by dressing
himself in another man’s garments, and by assuming another
man’s name, endeavor to deprive that man of his own individ-
uality, and thus despoil him of the gains to which, by reason
of his industry and skill, e is fairly entitled. To make the
application, 1f one man has, by close attention to the comfort
of his guests, and by superior energy, made his hotel desir-
able for the traveler, and caused its name to become popular
throughout the land, another man ought not to be permitted
to assume the same name in the same town, and thus deprive
him who first appropriated the name of some portion of the
fruits of that goodwill which honestly belongs to him alone.”
Under the same rule, the words “Columbia,’™¢ “What
Cheer,”*? “McCarde]l IIouse,”*® “Osborne House,”*? *“Von-

45 Howard v. Henriques (1851) 3 Sandf. (N. Y.) 725; Cox, Man.
Trade-Mark Cas. No. 108S.

46 Whitficld v. Loveless (18493) 64 Official Gaz. 442,
47 Woodward v, Lazar (1863) 21 Cal, 449.
48 McCardel v. Peck (1864) 28 How. Pr. (N. Y.) 120.

40 Hudson v. Oshorne (1869) 39 Law J. Ch. 79, 21 Law T. (N. 8.)
386
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derbank Idotel,”®® and “Wood's Ilotel”! have been pro-
tected; the owners of carriages run for hotel guests have

been restrained from using the mames “Irving IHouse,”""
“Revere House,”®® and “Prescott llouse,”®* as indieating
that such carriages were run in conncetion with the hotel
named; the names “Tke Saratoga”® and “What Cheer”°"
have been sustained as trade-names for restaurants; the
terms “New York Dental Rooms,””" “United States Dental
Association,’”®® and “Colton Dental Rooms”®? have likewise
been sustained as trade-names. Thoe terms “Carriage DBa-
zaar,’% “Mechanics’ Store,”®* “The Grosvenor Library,”%=
“The Golden Lion,”% and “The Little Shop”* have also

been protected. DBut the term “The Antiquarian DBook
Store”% was refused protection, as being merely deseriptive,
and, where plaintiff and defendant were dealers in ready-
made elothing, and had adjoining stores, and plaintiff began
to designate his store as “Mammoth Wardrobe,” and put up
such a sign, and defendant did the same, it was held that the

50 Wood v. Sands (1875) Cox, Man. Trade-Mark Cas. No. 467.

6t Vonderbanlk v. Schmidt (1892) 44 La. Ann. 264.

52 Stone v, Carlan (1850) Cox, Man. Trade-Mark Cas. No. 104.
' 53 Marsh v. Billings (1852) 7 Cush. (Mass.) 322,

>+ Deiz v. Lamb (1866) 6 Rob, (N. Y.) 537.

55 Dewitt v. Mathey (1836) 18 Ky. Law Rep. 257, 35 S. W. 1113,
% Gamble v. Stephenson (1881) 10 Mo. App. 581.

h7 Sanders v. Utt (1884) 16 Mo, App. 322; Sanders v. Jacob (1885)
20 Mo. App. 96.

58 Cady v. Schultz (1885) 19 R. 1. 193.

"9 Colton v. Thomas (1868) 2 Brewst. (Pa.) 308.

%0 Bulnois v. Pcake (1868) 13 Ch. Div. 513, note,

61 Weinstock v. Marks (1895) 109 Cal. 529.

%2 Hoby v. Grosvenor Library Co. (1880) 28 Wkly. Rep. 3S6.

¢ Walker v. Alley (1867) 18 Grant Ch. 366.

¢4 Crawford v. Laus (1899) 29 nlisc. Rep. (N. Y.) 248,
63 Choynski v. Cohen (1870) 39 Cal. 501.
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words were only deseriprive of the phuntift’s store, and an
injunction was denied.®®

§ 172 Miscellaneous trade-names.

Other instances of trade-uames that have ecome before the
eourts, and 1n which injunctions have been granted, ave the
following: The orviginal establishment and designation of
“Christy’s Minstrels,” 1t was held, entitled the fonnider there-
of to the proteetion and benelit of the appellation exclusive-
1v.%¢ The use of the foreign word " Valet,” as a designation
or the bhusimess ot colleeting and renovating worn clothing.
heing shown to be new and pecultar, 1t was held that a person
carliest entitled to use m a city the name “The Brooklyn

Valet”™ may resteain o city competitor in the same bhusiness
from using the words =My Valet™ in his trade and on hi-

siens.®  The trade-name =Sixo Liattle Tailors™ was  sus-

aaned.™ 1t was held by the Philadelphia econrt of conmmon
pleas that title to property in the name “Keyvstone Line,”
acquired by many years certain exelusive appropristion aud
n=c of 1t by =hippers of morelindise who did not own the
vesselz emploved by them, will be proteeted in equity.™

sy ve Koel ¢187T1L) 2 Mich, N, 120 i,

T Christy v. divrphy (18H6) 12 ftow. Pr. (N. Y.) 77.

ot Coin v, RRevonolds (18YS) 26 Misce, Rep. (N. Y.) 470,

6 Mossior v, Jacobs (1840) 66 111, App. 571.

oStelsc v, Winsor (1872) 9 PPhila, (Pa.) 513, In this case tlie
collrt, sai-l: “Property in the terms, names, and devices of trade
and business has beeome as weil established as property in any
ot her matter or thing, 1t 1s hased upon and controtjed by the same
coneral principles to whichh all property is subjected, and has no
laws special 1o ifselt. The litization which springs from it is rather
Jor the decision ol laets than tor the establishment of peculiar or
nakunown principles. In a word, it is pevsonal property, and has all
Lhe incidents thoreoil. It is aequired by certain exclusive appro-
priation, centirued use, descent, or purchase, and may he relin-
quished by giit, sale, or abandonment. Its trandulent appropria-
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179, Trade-uame usually follows the business.

A trade-name usually belongs to and follows the business
with which it 1s used, so that i sale of the business carries
with it the trade-namne by which the business i1s designated.
In a leading New York case it is said:  *“In other words,
the name of the business could be severed from the place
where 1t was transacted, and, while thus separated, could be
rreated as an objeet of property, so as to prevent third per-
sons from attaching it to their business, and thus depriving
the owners of a legiiimate profit which they might reap vlse-
where under the same name. It scems plain that, if a bank-
Ing house had acquirved a name, suchi-as that of “DBaring
Brathers,” thongh there were no partner of the name of Bag-
ing, it would, on general prineiples of law, and independent
of a statute preventing the use ot fietitions names, have a
property inosuch name, withont reference to the partienlar
plaee where the business was carried on.  Thongh the name
might be insepavable from the husiness, it would be separable
from the premises, so that the business might, for example,
be earried on on the opposite =ide of the street,” ™

> 180. Trade-name affixed to particular building or locality.

A trade-name may be so applied to a particular building
ov stlus of a business as to beeome attached to it and pass
with it.  This would undoubtedly he true in respect to
many hotels, espeeially where the names used are imper-
somal.  The name refers to the building or situs, vather
than to the manager or person using it.  Thus, where the

tion, though no less reprehensible in morals than the felonious tal-
ing of other personal property, has not set beconie the subject of
investigation and punishment by courts having jurisdiction of crimes.
It is this, perhaps, which has made equity eager to arrest the spoli-
ator flagrante delicto hy its swiftest and sternest anthority.”

"1 Glen & Hall Mfg., Co. v. Hall (1874) ¢1 N. Y. 2.
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plaintiff, Rooth, built, and, for several years thereatter, man-
aged, a theater, and obtained great reputation for 1t as
“Booth’s Theater,” and excented to another Booth a lease of
it, the description containing the words “known as Booth’s
Theater,” and the lessce assigned his lease to the defendants,
and where plaintiff also exccuted two mortgages on the thea-
ter as “Booth’s Theater,” and the title passed to one of the
morteagees by forcelosure as “Booth’s Theater,” and, pend-
g the foreelosure proceedings, the defendants, by an agree-
ment in writing by order of the court, were accepted as ten-
ants of the property known as “Booth’s Theater,” and had
ever since been carrying on the theatrieal business of said
theater, designating the same on their hand-bills and bill-
boards as “Iootl’s Theater,” and representing themselves as
lessees and managers, and the plaintiff asked that defendants
be restrained from using the name “Booth” in eonneetion with
the theater theretofore known as “Booth’s Theater,” of which
the defendants were lessces, and for damages, it was held
that one of the inducements of the lease made by the plain-
tiff was the public reputation which “Bootl’s Theater” had
acquired as a place of public amnsement, and that the defend-
ants, as assignees of said lease, succeeded to all the rights
eranted thereby. It was held, also, that the plaintiff, by his
acts, had fixed his name to the theater so that his vendees
and suceessors had a right to call this theater “Dooth’s Thea-
ter,” the name which he had given it.* So, also, where
plaintiff transacted the clothing business from 1871 to 1877
at 150 West Market street, Louisville, Ky., as lessce of the
building, which, during the time he occupied it, was known
as “Lowcer Palace,” these words being placed upon a large
and conspicuous open sign, supported by a structure, upon the

72 Booth v. Jarrett (1876) 52 How. Pr. (N. Y.) 109.
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top of the building, called “The Tower,” and in 1877 appel-
Jant removed to a house on Jefferson street, where he earried
on the same business. Defendants afterwards beeame oceu-
pants of the building, and in advertising their business indi-
cated the place where it was carried on as “*T'ower alace, No.
150 West Market Street.””  Plaintifls sought to compel de-
fendants to remove from the building the sign “Tower Pal-
ace,” and to enjoin defendants from appropriating or using
this term by advertising or otherwise. The court held, how-
ever, that the name “Tower Palace” was adopted and usea
by plaintiff and understood and recognized by his customers
as o particular and appropriate designation and deseription
of the house, and not of the business that plaintiff earried on
there, The court quoted the following from an opinion of
Justice Matthews:*®  *“When the trade-mark consists merely
in the name of the establishinent itself where the manufac-
ture is carried on, and becomes attached to the manufaectured
article only as the produet of that particular establishment, «
sale of the establishment will earry with it to the purchaser
the exclusive right to use the name it had previously acquired
in connection with his own manutacture, at the same place, of
a similar article, by operation of law.” The court also said:
“We do not assent to the proposition that a tenant has the
right to apply a name to a building without the consent of
the owner, nor that a name which is intended to be and is
deseriptive of the place, as distinguished from the name
adopted as a trade-mark, and applied to the particular busi-
ness earried on there, ean, at the pleasure of the tenant, be
ade to change its original signification, and applied to an-
other and distinet place.”™*

i3 Pepper v, Labrot (1881) 8 Ied. 29.
7 Armstrong v. Kleinhans (1884) 82 Ky, 303.
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1n a case before the New York commission of appeals, the
trade-name, “No. 10 Sconth Water Street, Rochester, N. Y.,”
was involved. The justice, at the trial, found the tollowing
facts: ‘*‘Joseph llall established, more than thivty years be-
fore the trial, on South Water street, in the city of Rochester,
a manufactory for the construction of threshing machines.
The business was carried on extensively until his death, in
1865. His cstablishment was known for many years as
‘Number 10 South Water Street.’” The defendant, Charles
S. llull, purchased the establishment from the executors of
Joseph Hall, together with ‘the tools, patterns, and fixtures,
in May, 1868, and took possession of the saine in IFebruary,
1869, since which time he has carried on the same business
at the same place.  In April he printed in his hand-bills, and
adopted as his trade-mark, the words ‘The Old Joseph Hall
Agricultural Works, No. 10 South Water Street, Rochester,
N. Y., and continued to use such trade-mark until restrained
by the injunetion granted in the action. In September or
October, 1869, the plaintift rented a small office on South
Water street, a short distance from the defendant’s place of
business, and painted the number on it, and also printed the
number on its bills and on its sign, in the following terms:
“Fhe Glen & IIall Manufacturing Company, No. 10 Soutl
Water Street, Rochester, New York.” At this time the plaintiff
was carrying on the same business as the defendant. Its shop-
were located in the town of Brighton, two miles and more
from the shops ot the Jefendant. 1t took the oflice in Soutls
Water street and adopted the number (10) with the intention
of interfering with the defendant’s business, and unfairls
seeuring his customers.” On these findings, the judge reach-
cd the conclusion of law that “Number 10,” at the time of the
purchase, in April, 1869, and since, was a material part of
(312)
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. the defendant’s trade-mark; that he was entitled to compen-
<ation for damages oceasioned by his being restrained fron
u=1ng 1, as well as to those sustained by ressor of the plain-
tift's use, and also in a pevpetnal injunction restraining the
plinntf from using said number as its trade-mark, or keep-
ing the sie on its office or building in South Water street,
or using 1t i any way in imitation of the defendant's trade-
mark. .\ motion for a new trial was granted by the general
tern, but, on appeal, this order was reversed, and the deei-
ston of the special term aflirmed.  In the decision of the jus-
tice at the speecial term, the phrase “No. 10 South Water
Street” was regarded as a trade-mark.  On appeal, however,
this term was not regarded as a technieal tradeanark, but was
protected on prmeiples analugous to these which are applied
to trade-marks.  In the opinion of Dwight, C., alter quoting
the definition of “trade-mark,” and the application of trade-
marks to natural produets, it is sald: *In the case at bar
there was no product of industry or of nature. The trade-
mark, 1f 1t existud at all, was attached to the building or
works In which the products of human labor were made.
Lhis feet does not affeet the application of the principle set
torth in the Congress Spring Case. It is still true that the
purchaser of an article munufactured at “No. 10 South Water
Street’ has a right to have the very thing which he secks, and
the owner of the guods there manufactured has the right that
the very thing sought shall be sold for his profit, * % =
Lt would follow, from these prineiples, that, if a person had
established a husiness at & particular place, from which he
has derived or may derive profit, and has attached to that
business a name indicating to the public where or in what
manner 1t is carried on, he has acquired a property in the
name which will be protected from invasion by a court of
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equity, on principles analogous to those which are applied
in case of the invasion of a trade-mark.”®

§ 181. Trade-name personal to an individual,

A trade-name that is strictly personal can be used only by
the person whow it designates. This rule arises from the faet
that courts will not proteet the use of a trade-name that will
in any way ceccive the public as to the manufacturer of the
ooods, or as to the proprictor of the business. This is particu-
larly true in those cases in which personal skill is required
of the manufacturer of the goods, or of the proprictor or con-
ductor of the business. In somie instanees the courts have
oone to extremes in the application of this rule, Thus, in
the case of Howe v. Searing,”™® where the plaintiff sold to the.
defendant’s assignor his lease of the premises known by the

g 7

75 Glen & Hall Mfg. Co. v. Hall (1874) 61 N. Y. 226.

76 (1860) 19 How. Pr. (N. Y.) 14. There was a very strong dis
senting opinion by Justice Moncrief in this case, in which it is said:
“The plaintiff adopted, appropriated, and used the words or name
‘Howe's Balkery,” and by that name his establishment became known
and was extensively patronized, and was a thing having specific
value. The plaintiff so avers in his complaint. * * * The name
or words ‘Howe’s Bakery’ was nothing but a trade-mark, and as
such is now sought to be protected by the plaintiff. The name or
trade-mark passed by the assignment and transfer of the ‘good-
will,” and, if it was not the thing itself, it was an integral part
of it, * * * 'The name ‘Howe’ had a living, physical existencc
to support it., It was not, therefore, fictitious. The name ‘Howe'
required nothing to sustain it. As a trade-mark, it is immaterial
whether it is the name of animate or inanimate creation, or the
purest effort of fancy on the part of its originator. Possibly the
more original in its character, the better would be the protection
afforded to it, the nearer it approaches to the right to be patented.
The plaintiff cannot avail himself of the statute, even if it did ap-
ply. Having agreed to dispose and actually cunveying the thing
alleged to be prohibited, it does not lie with him to complain of his
own violation of law, or a fraudulent representation to his vendee."”
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name of “Howe’s Bakery,” and stock in trade, with “the
coed will of the husiness of baking, now or heretofore earried
on by me in the city of New York,” and where defendant’s
assignor and defendanc carried on the business at the same
place under the name “Howe’s Bakery,” and where the pluin-
tift, owe, afterwards returned to the business, and brought
suit to restrain the defendant from designating the bakery
establishment kept by him as “Howe's Bakery,” and from
otherwise using the name of “Ilowe” in the business, 1t wos
held that the plaintiff was entitled to an injunction, the court
finding that the use of Howe’s name by the defendant was
calculated to mislead the public, and had induced persons to
deal at the defendant’s bakery under the supposttion that they
were dealing with Ilowe, who would otherwise have dealt at
Ilowe’s place. The court, however, rested its decision on a
New York statute which provided thai “no person shiall here-
after transact business in the name of & partner {auacre, per-
son ] not interested in his firm,” holding that the prineciple
and objcet of this statute extended to the case beiore it.  In
another ease it appeared that one Ethel Atwood organized and
employed a band of musicians, ealled “The IMadotte Ladies’
Orchestra,” and hired and paid the members of it, and alter-
wards sold to plaintiff all her right, title, and intorest in and
to the organization known as “The Iadette Ladies’ Orelies-
tra,” together with all rights aequired in and to the cstab-
lishment, name, and trade-mark in the sords “The Fadette
Ladies’ Orchestra,” and then ceased to have any councetion
with the company, the other members of the orchestra not
being parties to the eontract, and not agrecing to continue to
play under the direction or management of the plainiiff. At
the time of the sale, and for a short time thereafter, the
orchestra was composced of substantially the same member-
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ahip as before the sale.  Subsequently, a nunber of those
composing the orchestea lelt i, and organized an gssociation
utder the nane of *'Phe Iadettes,™ whicl assoctation dualy be-
ainme o corporation, and thereafter gave mnsieal conceerts, and
used in advertizing sueh coneerts, as well as in holding itself
ot Tor engnoements, the wne *The Fadette Ladies” Oy
chiestea”™  The plaintidU fited s bill to enjoin the defendin
"o the thine
Uie Dl was tiled, no member o the oviginal organization -

orginization frowe using the name “1adetre,

copt the plaintitf renined. The conrt said 0 The guestion
i whether the plaintill acquired aright in the teade-mark o
teade-name which she can enforee by way ol injanetion
against the defendant corporation, some of the members of
which were members of the original corporation, 16 is veey
cleanr that this question muist De auswered e the negative.
No fur as Fthel Nowowd had any vight or ownership in the
trade-name which desicuated the orgamization nnder hier man;
agoment, towas personal to hersell, depending wpon her per
sonal reputation and =kitly and 1owas not assignable. The
other musieians emploved by her could woty by her eontrace
of sale, be put in the control of any other persony and thers
was nothing in her relation to them that she could convey.
The eaze 1s not ke those in which there is a sale of hixed
propervty, and a loeal business to which the mone belongs, and
whose principal features remain unchanged after the sale.
[ the use by the plaintifl of the name Fadette Ladies” Ov
chestra® would have any intluence heneticial to herself upon
the publie who wished to procure the serviees of such an or-
aunization, it would be only to mislead and Jdetraud them by
teplying that she and such musieians as <he employed were
the same persous who had formerly gained a good reputation
wider this name, It is well settled that the courts will ne
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enforee o clanm ol this Kind which contiins a wisrepresenta-
vion to the publie,”?7

§ 182. Elements of unfair competition usually present' in
trade-name cases.

In nearly all trade-name eases, even more than in trade.
mark cases, clements of unfair competition ave present.
Lisually, when o person adopts o trade-name closely resem-
bling o name alveady inusey it is done for the purpose of
diverting a part of the fivst, user’s business oy patronage.  If
this 18 so, i, will usually be made apparent 1o the conrt, and
the ease then beeomes one of unfair competition. It will
then bo immatertal whether the name used s capable of ex-
clusive approprigtion or not.  In many of the eases eited in
this chapter, elemeunts of untair competition have heeu pres-
o ht.

77 Messer v, The Fadettes (1887) 168 Mass. 110, In this caso there
wis also a very able dissenting opinjion by Lathrop, J., in which it
s satd:  “IL {the majority opinton] proceeds upon the ground that
the name adopted by Ethel Atwood for the orchestra organized by
ler was not assignable, for tie reason that it was personid to hor-
=oll, and depended on her personal reputation and skill. The court
below has found that thoe success of the orchestra ‘was due to the
ability, skill, and porsonal suporvision ol said Atwood.” It follows
then, if tho decision of the mmjority of the court is corveet, that,
il & business is couducted under a trade-name, the more the ability,
=Kill, and personal supervision of the owner of the business con-
duees 1o its suceess, the less is the trade-name assiguable with the
business, I think this 1s not in accordance with sound principles
or with the anthorities., % * ®  In {the case at bar | see no roeasogn
why (hoe plaintiff was not enlitled to have the trade-name ol the
orchestra protecred,  Such a name is clearly, to iy mind, assizn-
whie, 1L also seews (o me that the defendants, heing moerely em-
ployes of the plaindiff and of her predecessor in title, could not,
by leaving, acguire the right to ase the name under which they
had before performed, or any name so similar as to deceive the
sitblic, It is nol o case concerning the right of the majority of
an agsociation to the name, for here the name was invented by
Awood, and the defendants were hived by her”
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CHAPTER IX,

INFRINGEMENT,
§ 183. Classcs of Infringemeont,
184. Infringements of the First Class.
185. Infringements of the Sccond Cilass.
186. Infringements of the Third Class, or Unfair Competition.
187. General Rule as to Infringement.
188. Resemblance Necessary to Constitute Infringement.
189, Cases Holding Simijlarity must Amount to False Representa
tion.
190. Cuution Required on Part of Purchascers.
191. Not Necessary that Any One has Actually been Deceived,
192, Infringement may Appear from Accessories,
193. AMay be Determined by Inspection.
194. Expert Evidence may be Admissible,
195, Other Evidence may be Required.
196, Intent to Infringe Unnecessary.
197. Immaterial that Purchasing Dealer not Deceived.
198, Infringement not Excused by Custom of Trade.
195. Infringement by Manufacturer of Labels or Brands.
200. Refilling Packages Bearing Genuine Marl.
201, Sale of Low Grade for High Grade Goods of Same Manufac-
turer.
202, Infringing Use must be en Name Class of Goods.
203, Infringement not Avoided by Use of Infringer's Name,
204. Infringement not Avoided by Change of Accessories.
205, Instances of Infrvingement.
206, Instances of Noahufringoemoent,

§ 183. Classes of infrigement.

In the light of the deeisions upon the subjeet, infringement
in trade may be defined as the aggression by one husiness
party upon another’s rights, in business, in one of three ways:
Fivst, the unauthorized use of such other’s trade-mark or
(318)
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trade-name; sccond, the unauthorized simulation of such
other’s trade-mark or trade-name; third, the unauthrized use
or simulation of such other’s business methods or business
symbols, in which such other docs not, or eannct legally, claim
any exclusive right, as he can do in a trade-mark or trade-
name, Lither the first or the sccond infringement is legally
complete without fraudulent intent upon the part of the in-
fringer; and such intent is not a necessary element of proof
in legally establishing the infringement, though fraud upon
the part of the infringer may, and often does, exist in either
case, partienlarly the seeond.  The reason that fraund is not
A necessary clement in either of these two cases 1s beeause a
trade-mark or a trade-name is a “property right,” which may
be invaded or encroached upon without any intention to do
«0, and even ignorantly or by accident. ‘The third iniringe-
ment “sounds in fraud,”—cannot exist without it,—and a
frandulent intent upon the part of the infringer must be di-
reetly proven, or be legally inferable from the evidence, to
legally establish the infringement, which, when so estab-
lished, is designated by the courts, “unfair competition.”

S 184. Infringements of the first class.

In cases of infringement of the first class, three questions
must be determined against the alleged infringer to establish
a right of action in the claimant: First, that the right to
the exelusive use of the mark or name in question existed in
the elaimant at the time of the alleged infringement ;! see-

ond, that the alleged infringer used such mark or name:?
third, that such use was nnauthorized. Tt is evident that the

1 As to what constitutes a valid trade-mark or trade-name, sce
chapter i.

2 Taendsticksfabriks Akticbolagat Vulean v. Myers (1893) 139 N.
Y. 304, 368, citing Amoskeag Mfg. Co. v. Trainer (1879) 101 U. S. 51.
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v

first question is the important one 1n this class, for the other
two depend upon it, and 1n most cases are of casy proof, if
not appavent from the pleadings.  In this class, also, the al-
leged Infringement, when not the result of ignorance or aeci-
dent upon the pure ol the infringer, may be under claim of
right by him, based upon the tollowing erounds:  Iirst, that,
at the time of the alleged infringement, such right of exelu-
sive use in the plaintiff had ceeased to exist from abandon-
ment ® or dedication,? or, second, that the plaintiff could nof
claim the protection of the court ® because of his own fraud-
ulent use of such right.®  All these matters must be settled
iwdversely to the alleged infringer before a permanent injune-
tion will be allowed or damages adjudged against him.”™ 1
other parts of this work, many of these questions and the
method of their determination are fully treated.

y 185. Infringements of the second class.

In cases of mmfringements ot the sceond class<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>