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PREFACE

TO THE SECOND EDITION.
N —

During the seven years which have elapsed since the
publication of the first edition of this book, a very

considerable number of decisions, modifying or illus-
trating the law of trade-marks, trade-name and

merchandise-marks, have been reported. In the

present edition these have been embodied in the text

and notes, and it has been found necessary to re-write

some parts of the book, and, in particular, part of the

section of Chapter VIII. dealing with word-marks,

and the whole of the section of Chapter XVI, dealing

with the supposed right of any trader to the honest

use of his own name. In the result a substantial

increase in the size of the volume was inevitable,

notwithstanding that the pages have been enlarged.

All the recent authorities have been carefully
considered and, it is hoped, have been sufficiently
stated. The Appendix has also been extended by the
addition of a number of forms and official notices,
including the Consolidated General Orders of the

Custom House under the Merchandise Marks Acts,
a2 ‘
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For many of the official forms and notices the
Editors are indebted to tho courtesy of the learned
Registrar of Trade-marks (Mr. R. Griffin), to the
Solicitor to the Custom House, and to the India Office.

A summary of Foreign and Colonial Laws of Trade
and Merchandise Marks has been added, and 1t 1s
hoped that it will be found useful. It has, for the
most part, been abstracted or condensed from the
official publications referred to in the uotes.

The cases have been brought down to the Whitsun
Vacation, 1901,

Of the recent decisions referred to above, the
judgmens of the House of Lords in the Solio Case has,
perhaps, attracted most attention. It completoly
altered the construction put upon sect. 64 (1) (d)
and (¢) of the piincipal Act, and threw open the
Register to all words which are substantially non-
descriptive of the goods for which they are used,
notwithstanding that forensic or official ingenuity
might be able to find in them some indirect allusion
to the nature or use of the goods. 'This result was
unquestionably in accordance with the intention of
Parliament when the Act of 1888 was passed, and it
- gave great satisfaction to the trading community.

The feature of the litigation of the past seven
ycars has, however, been the growing prominence of
cases turning upon unregistered trade-marks. The
Camel Hair Delting and the Yorkshire Relish Cases made
it plain that it is possible for words which are of the
most obviously descriptive character in themsclves to
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be practically monopolised in a particular trade by a
single trader. More recently the Cellular Clothing Case
has indicated some of the limits within which this can
be done. = The general tendency of the modern
decisions is to sweep away all the subordinate rules
&8 to what can and what cannot be acquired as a
Common Law trade-mark, and to return in every
instance {0 the simple inquiry whether what the
defendant is doing is calculated to pass off his goods
as those of the plaintifi, However attractive this
apparent simplicity may appear at first sight, it is
doubtful whether it will be satisfactory in the long
run. As things stand, the task of advising at what -
point the wide advertisement and extensive use of a
descriptive word by a trader on a large scale enables
him to debar his smaller rivals from making usc of it
has become one of extreme diificulty.

A striking illustration of a difficulty analogous to
that just referred to, and of the tendency to abandon
rules which were formerly assumed as settied prin-
ciple, is furnished by the Valentine litigation and the
recent case before Mr. Justice Kekewich of Cusk v.
Cash. In each instance a defendant was restrained
from using his own name, and that not upon any
ground of fraud. It is to be hoped that the question
how far the rule that a man may under all circum-
stances honestly use his own name, for which Burgess
v. Burgess has been cited during more than forty
years, is now to be relied on will before long be
considered Ly the highest {ribunal.

A Bill to consolidate and amend the law of trade-
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marks has been from time to time before the House
of Commons for some years past. There appears to
be no likelihood of its passing at present or in its exist-
ing shape. It can be purchased of Messrs. Eyre &
Spottiswoode, East Harding Street, E.C. (Bill No. 79
of 1901, price 3d.). The Bill proposes a number of
minor amendments and three changes of substantial
importance. It is proposed to admit for registration
any non-dictionary word, and also any mark or word
to the exclusive use of which the applicant is entitled
and which is capable of distinguishing his goods. It
is further proposed that a disciaimer made for the
purposes of registration shall not affcet any Common
Law rights of the applicant in the matter described.
Both of these alterations will call for, and will no doubt
receive, very carefu! consideration before they become
the law. The Bill further provides that the costs of
the Comptroller upon an appeal from his decision
shall not be payable by the applicant unless for
good cause shown. This would remedy an obvious
injustice.

If the Bill is ever seriously considered by Parlia-
ment, its drafting, which as it stands is somewhat
loose and popular in expression, will no doubt be
revised. And inasmuch as the law of registered trade-
marks now forms by itself but a very small part of the
whole subject, it is eminently desirable that, when the
occasion ariscs, the amendment, if not the codification,
of the whole of the law of trade-marks, trade-names
and passing-off should be considered.

A minor but useful amendment of the existing
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practice might be made without the assistance of
Parliament. The eclassification of goods under the
Trade-Mark Rules has never been revised, and it is
now seriously defective and out of date. For instance,
no proper place is provided for either pneumatic tyres
or photographic films,

The writer has been greatly assisted in the prepa-
ration of the present edition by Mr. I. G. UNDERHAY,
who has undertaken not only the most laborious part
of the work, but the whole of the revision of the

earlier chapters.

The Editors are also much indebted to the
gentlemen already referred to above, and also to
Mr. Jonn CurLer, K.C,, Mr. A. Woobp-RExTON, of
Gray’s Inm, Mr. Craies, of the Inner Temple, and
Mr. Harorp WaADE, of the firm of Boult, Wade
& Kilburn, Patent Agents, for criticism and sugges-
tions. Several of the gentlemen referred to have been
kind enough to read parts of the proof.

D. M. KERLY.

TEMPLE,
June, 1901,
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1. Trade-Marks before the Registration Acts.

Tue foundation upon which the law relating to trade-marks
and trade-names rests is that the deception of the public by
the offer for sale of goods as possessing some connection
with a particular trader, which they do not in fact possess, is
o wrong in respect of which the trader has a cause of action
against any person who is the author of, or is responsible for,

the deception.

“ No man,” said James, L. J. («), “is entitled to represent The leading
. principle as

his goods as being the goods of another man; and no man is gtated b
permitted to use any mark, sign or symbol, device or means, James, L. J.
whereby, without making a direct false representation hime

self to a purchaser who purchases from him, he enables such

purchaser to tell a lie or to make a false representation to

somebody else who is the ultimate customer. That being, us

(@) Singer Manufacturing Co. v. Loog, 18 C. D. p. 412; 62 L. J. Ch,
481 (1880),

K. 1
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it appears to me, a comprehensivo statement of what the law
is upon the question of trade-mark or trade-designation, I
am of opinion that theroe is no such thing as a monopoly or a
property in the nature of a copyright, or in the nature of a
patent, in tho use of any name. hatever name is used to
designato goods, anybody may use that name to designate
goods ; always subject to this, that he must not, as I said,
make, directly or through the medium of another person, a
falso representation that Ihis goods are the goods of another
person,”’

The law on this subject caunot be traced back further
than the present century. It is, indeed, sometimes alleged,
upon the authority of Southern v. How (b), that an action lay
for the infringement of a trade-mark as early as the reign
of James I. In that case the defondant, n clothier, had
applied the mark of another clothier to his own uferior
cloth, and it was held that for this an action for deceit could
bo brought. According to one report (¢), the action was
brought by the owner of the mark, and if this is correet the
case does undoubtedly establish the proposition suggested.
According to another report («), however, the plaintiff was
the defrauded purchaser, and the action, therefore, an ordi-
nary action of deeeit. In the caso of Blunchard v. Iill (¢),
Lord Hardwicke refused to grant an injunetion to restrain a
trader from imitating the mark of another; but the language
of his judgment suggests that if the defendant had used tho
mark with a frandulent design to pass off inferior goods by
that means, or to draw awny customers from the owner of the
mark, he might have granted the injunction.

Lord Eldon, who so greatly extended the jurisdiction of
the Comt of Chancery in regard to injunctions (), in
soveral instances granted injunctions to restrain a defen-
dant from pretending that his goods were those of, or were

(!) Popham, 144; Cro. Jac. 47!; (d) Cro. Jac. 471.

2 Rolle, 28. 8ee Magnolia Metal Co, . .
v, Tundem Swmelting Sndicate, Ld., () 2 Atk. 484 (1742), Great Mogul

17 R, P. C. 437, at p. 464, (1900) Stamp on playing cards.

H. L. (/) SBce 2 Law Reviow, p. 282;
(r) Popham, p. 144. Kerly’s History of Equity, p. 258.
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connected with the plaintiff (¢) ; and in Crutticell v. Lye (9) he
stated the principle on which he acted in similar language
to that of James, L. J., cited above. ‘ There can be no
doubt,” he said, ¢ that this Court would interpose against
that sort of fraud which has been attempted by setting up
the same trade in the same place, under the same sign or
name, the party giving himself out as the same person.”
The earliest reported case in which the infringement of a
trade-mark, in the particular case a label placed upon blacking,
was restrained is Day v. Day (/), in 1816.

The interference of the common law courts for the protece Early cases
tion of trade-marks seems to have been a little later in date. fhe "
The first reported case is Sykes v. Sykes (1), in 1824. The Sykes v. Sykes.
declaration in that case alleged that the plaintiff carried on
the business of a shot-belt and powder-flask manufacturer ;
that he was accustomed to mark his goods with the words
Sykes’ Patent, to distinguish them from articles of the same
description made by other persons; that they enjoyed a great
reputation ; that the defendants fraudulently marked their
own iuferior goods with the same muark in imitation of the
plaintiff’s, and sold them ¢ as and for” goods of the manu-
facture of the plaintiff, and that the plaintiff thereby had
suffered damage in loss of custom and loss of reputation,

Bayley, J., who tried the case, asked the jury * whether the
defendants adopted the mark in question for the purpose of
inducing the public to suppose that the articles were not
manufactured by them, but by the plaintiff,” and the jury
found a verdict for the plaintiff. A new trial was moved for
on the ground that the evidence did not support the declara-
tion, since the purchasers from the defendants knew whose
manufacture the goods were. No authoritics were cited, so
far as can be judged from the report, but Abbett, C. J., who
delivered the judgment of the Court, treated the law as fully
pettled. I think,” he said, *that the substance of the

declaration was proved. It was established most clearly

(9) Hogg w. Kirby, 8 Ves. 215 () Edenon Injunctions, ed. 1821,
(1803); Longman v. Winchester, 16  p. 314 ; Seb. Dig. p. 10.
Ves. 269 (1809) ; Cruttwellv, Lye, 17 ( 3B. &C. 641; 3L.J. K. B.
Ves, 335 (1810). 0.3, 46.

1 (2)
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that the defendants marked the goods manufactured by them
with the words Sykes' Patent in order to denote that they
were the genuine manufacture of the plaintiff; and although
they did not themselves sell them as goods of the plain-
tif’s manufacture, yet they sold them to retail dealers for
the express purpose of being resold as goods of the plaintiff’s
manufacture, I think that is substantially the same thing,
and that we ought not to disturb the verdict.” This judg-
ment has frequently been cited in subsequent cases as fully
establishing, so far as it went, not only the jurisdiction of
the Courts, but also the principle upon which they proceed in

trade-mark cases (4).

Tnferiorityof ~ In 1833, in Blofeld v. Payne (1), the Conrt of King’s Bench
wm *® decided that it was not necessary for the plaintiff, in an action
for damages at common law, to prove that the goods sold by
the infringer were inferior to those to which the mark in
question might rightly be applied, or to prove that he had
suffered special damage by the defendant’s acts; and in 1863,
in FEdelsten v. Edelsten (m), the same rule was referred to as
being settled beyond question in suits in equity (»).
Proofof fraud An important step was taken in 1838, by the decision of
:'t:meﬁ:;“y Lord Cottenham in Millington v. Fox (0), that an injunction
Millington v, could be obtained to restrain infringement of a trade-mark,
f,:‘:' tvina €VOD though the infringement was due to ignorance, and was
trado-mark,  without fraudulent intent. This decision led, by an obvious
deduction, to the establishment of a right of property in
trade-marks; and, although the nature of this right gave rise
to much discussion, and was defined in different terms by
Chancery judges in subsequent cases, it soon became firmly
established, and the protection of trade-marks in equity was

expressly baed upon it (p). No similar step was taken by

(k) Ford w. Foster, L. R. 7 Ch, p. 489 (1880),
p. 630 (1872); Singer Manufacturing (o) 3 My. & Cr. 338,
Co. v. Loog, 18 C. D. p. 403; 52 L. J. (p) Edelsten w. Edelsten, 1 De G.

Ch. 481 (1880), both C. A. J. & 8, 185; HMHall v. Barrows, 4

() 4B. & Ad. 410; 2L.J.K.B. DeG. &8.150; 32 L. J. Ch, 648;
N.8. 08. 33 L. J. Ch, 204; Leather Cloth Co.
. (m) 1De G. J. & 8. 185. v. American Leather Cloth Co., 1 H.

(n) See per Lord Blackbum in & M.271; 4 DeG. J. &8.137; 11
Singer Manufacturing Co. v, Loog, 8 H.L.C.623; 32 L.J.Ch. 721; 33
App. Ca. p. 30; 52L.J.Ch, 481, at L. J.Ch. 199; 85 L. J. Ch. 63 (all
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the common law courts, and in them fraud remained an
essential ingredient of a cause of action for the infringement
of a trade-mark down to the date of the amalgamation effected

by the Judicature Acts.

2. Registration of Trade-Marks.
The principle stated at the beginning of this chapter, and Developmont

the dicta there cited, have, obviously, a wider application i 5'cspecist
than merely to the case of trade-marks proper. Conduct of of i!;fﬁﬂse-
every kind, which is calculated to pass off the goods of the -
defendant as those of the plaintiff, falls within them, whether

it consist of the imitation of the symbol expressly adopted by

the plaintiff to distinguish his goods and to identify them

with him, that is, his trade-mark; or of the imitation of any

other symbols which have become associated with his goods,

so as, in fact, to distinguish and identify them; or of the

imitation of the general appearance, the * get up,” of his

goods as they appear in the market; orof theimitation of the

name under which he trades. The trade-mark cases, how-

ever, were so much the more numerous and important, that,

as already stated, a definite property-right in the use of a
trade-mark was set up, and the action for infringement

became a specialized and distinet form of the more general

aotion to restrain, or to obtain damages for ¢ passing off.”

The litigation of trade-mark cases was, however, found to Difficulty and
be extremely costly, and otherwise unsatisfactory. The 3‘,’3“;’,&;
essence of a trade-mark right being the reputed association mark suits.
in the market of the symbol in question with the goods of
the plaintiff, it was often necessary to call a large number
of witnesses to give evidence of the reputation, especially if
the defendant alleged that the pretended trade-mark was
either mere descriptive matter, or was, on any other grounds,

& mark common to the trade; and, as infringers were usually
persons of no substance, it was often impossible to recover

the costs after the plaintiff had conducted his action to a

in 1863) and decisions of Lord West- p. 209; 13 R. P. C. p. 228 ; and of
bury, L. C. And see Dayv. Riley XKekewich, J.,in Sazlehner v. Apol-
and Whittaker, 17 R. P. C. 817, at  linaris Co., (1897) 1 Ch. p. 903; 14
p. 520, (1900) oditer by Buckley,J. R. P. C. p. 656, as to whether there
Also the judgmentsof Loed Herschell can be *¢ property " in any common
in Reddaway v. Bankam, (1896) A.C, law trade-mark,
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successful issue, Moreover, success against one infringer did
not relieve the owner of a trade-mark from the necessity of
proving his title afresh if, in any action against another
infringer, the defendant chose to dispute it. Thus, the case
of Rodgers v. Nowill (7) lasted five years and cost the plaintiff
2,21117., without in the end giving him any security that he
might not have to incur equal delay and expense in pro-
ceeding against any subsequent infringer of his mark who
should venture to run tho risk of disputing his title to the
ciclusive use of it. And these dilatory and expensive pro-
ceedings were, practically, the only means available of pre-
venting the infringement of a trade-mark; for such infringe-
ment, except in' cases where the spuriously-marked goods
were sold to persons who were cheated by the seller into
buying them under the belief that they were goods upon
which the imitated trade-mark might properly be put, was
not within the reach of the criminal law (»).

These evils, and the unsatisfactory state of the law in
regard to the false marking of goods in general, led to an
urgent demand from the traders of the country for more
officient protection, and in 1862 a Select Committee of the
House of Commons were appointed to eonsider several trade-
marks and Merchandise Marks Bills then before Parliament.
The Committee were strongly urged to report in favour of
tho establishment of a Register of trade-marks and the creation
of trade-mark rights by registration, in the manner already
adopted by several foreign States, and long familiar, as
regards cutlers’ marks, in and within six miles of the lordship
of Hallamshire, in England (s). And Mr. Leonard Edmunds,
then Clerk of the Patents, explained to the Committee a
scheme which he had drawn up for registering and indexing
trade-marks in the manner at that time adopted for patents,
many of the features of which were embodied in the Regis-
tration Acts subsequently passed. The proposals were, howe

{9) Evidenco of G. J. Rodgers be (r) Sce below, p. 17, and per
foro the Committeeof 1862. M. M.A.  Afelligh, L. J., in Fisher v. Apolli-

Report, 1862, Q. 458. The caso is . _
reported in its various stages, 6 Hare, naris Co., L. R. 10 Ch, p. 303 ; 44 |

325; 5 C. B, 109; 17 L. J. C. p, 1+ J. Ch. p. 502 (1875).
62; 3De G. M. & @. 614; 22L.J.  (8) Seo *Shefficld Marks,” below,
Ch. 404 (1846), p. 101,
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ever, strenuously opposed by Mr. Hindmarch, Q.C., the
leading patent and trade-mark lawyer of the day, and by the
Attorney-General, and thoy were not indorsed by the Com-
mittee. Registration of trade-marks was, in consequence,
postponed for some years; but the Bill upon which the Mer-
chandise Marks Act of 1862 (¢) was founded was amended
and favourably reported upon by the Committee, and was
forthwith passed into law.

The Act just mentioned dealt principally with the criminal The Merchan.

law, but it contained some provisious affecting the civil law Gup 31[ 1865,
of trade-marks. It provided that there should be implied, on
the sule of any article with a trade-mark attached to it, a
warranty that the trade-mark was genuine (v). It gave
a statutory right of action for damages, and for an injunc-
tion to any person aggrieved, against anyone who should
apply a forged or counterfeited trade-mark to any article,
or to the covering of any article, for the purpose of sale,
manufacture, or trade (r), and empowered the Court to order
the destruction of goods marked with spurious trade-marks (y).
It also authorized Cowrts of Law to grant injunctions in
trade-mark cases (#). These provisions are, however, believed
to have been of as little practical service as were the amend-
ments of the criminal law effected by the Act, which are
referred to in o later section of this chapter.

Thirteen years later the Trade-Marks Registration Aect, Tho Regis-
1875 (s), which came into operation on the 13th of August, g‘;‘g"%‘m
1875, established the present Register of Trade-marks. The '
object of this Act was twofold: it was directed, on the one
hand, to diminish the difficulty and cost of, or to altogether

remove the necessily for the proof of title by use and reputa-

tion, which had east so great a burden upon the owners of
trade-marks in procecdings to restrain infringement ; and, on
the other, to secure the publication of marks which had been
appropriated as trade-marks, and to define the rights of their
proprietors, for the information of traders, and, further, to

(¢) 25 & 26 Vict. c. 38. (y) Scct. 21.

() Sect. 19, sce now M. M. A. (z) 38 & 39 Vict. e. 91. See the
1887, 8. 17; Chap. XVII., p. 620. chapter on ‘‘The Register,’”’ below,

(¢) Scet. 22. p. 96.
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limit the classes of marks which should be capable of being
so appropriated (7). The Act, accordingly, provided that
registration should be primd facie evidence of the right of
the registered proprietor to the exclusive use of the trade-
mark (4) in connection with goods of the elass for which it
was registered and used (¢), and should, after the expiration
of five years, bo conclusive evidence of such right, so long as
the trade-mark remained upon the Register (¢); provided
that the proprietor of the mark remained the owner of the
goodwill of the business in which it was used. And, with a
view to compelling registration, the Act provided that from
and after the 1st of July, 1876 (n date which was extended
by the amending Acts (¢) ), a person should not be entitled to
institute any proceeding to prevent the infringement of any
trade-mark as defined by the Act until and unless such trade-
mark was registered in pursuance of the Act, or, according to
a subsequent modification, in the case of any mark in use as
a trade-mark before the passing of the Act of 1875, until
and unless registration of the mark as a trade-mark should
have been refused (/).

The marks admitted to registration as trade-marks -under
the first Registration Act were required (g) to consist of one
or more of the following essential particulars: a name of an
individual or firm printed, impressed, or woven in some par-
ticular and distinctive manner ; or a written signature or copy
of a written signature of an individual or firm; or a dis-
tinctive device, mark, heading, label, or ticket; and to theso
essential particulars there might be added any letters, words,
or figures, or combination of letters, words, or figures; and it
was further provided that any special and distinetive word or
words, or combination of figures or letters, used as a trade-

(@) Per Fry, L. J., in the dpolii- (d) Palmer’s ITm., 21 C. D. 47;
naris Co.'s Tm., (1891) 2 Ch. p. 235; 24 C. D. 604 (1882), C. A.; below,
8 R. I. C. 137; and Cotton, L. J., p. 309.
in Van Duzer’s Tim., 34 C. D. p. 634 ; () 39 & 40 Vict. 0. 33,and 40 & 41

4 R. P. C. 31 (1887). Vict, o. 37.
(f) 39 & 40 Vict. ¢. 33, 0. 1. See

(6) Sect. 3. now sect. 77 of the Aot of 1883,
(¢} Edwards v. Denmis, 30 C. D. below, p. 312.
454 (1885), C. A. ; below, p. 307, (9) Sect. 10.
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mark before the passing of the Act might be registered as
such under the Act.

The Act attained o considerable measure of success, and
97 844 trade-marks were registored under it, but its provisions
did not allow words to be registered as trade-marks (%) unless
they wero old marks, or were registered in combination with
one or moro of the enumerated essential particulars; and as
word-marks are exceedingly popular in this country, and were
admitted and protected as trade-marks abroad, an alteration
of the definition clause was determined upon (;). This was
effected by tho Datents, Designs, and Trade-Marks Adct,
1883 (/), which came into operation on the 1st of January,
1884. The new Act repealed the Act of 1875, with its
amending Acts of 1876 and 1877, but re-enacted, in sub-
stance, their principal provisions. It directed that tho
Register of trade-marks, of which the old Register is to bo
deemed to be a part (%), should be kept at the Patent Offico
cstablished by the Aet (/), and should be under the control of
tho Comptroller-Geeneral of Patents, Designs, and Trade-
marks, who acts under the superintendence and Qirection of
the Board of Trade (m). It also introduced a number of
new rules and provisions to regulate applications for, opposis
tions to, and reetifications of registration, and effected impor-
tant changes with regard to the Sheflield cutlery marks (»),
which the older Act had, substautially, left untouched.

The most material alteration introduced by the Act of 1883
was the power it conferred to register a mark of which the
essentinl particular should be a * fancy word or fancy words
not in common use.” What was intended by “a fancy word
not in common use ”’ the Act did not define, and the omission
was the cause of a great deal of litigation; but a fairly
definite meaning was at length put upon the phrase by the
Court of Appeal, in the Melrose hair restorer, and the Electric
velveteen cases (0). To fall within the meaning, a word

(A) Exp. Stcphens, 3 C. D. 659 (k) Sect. 114 (2).

(1876), Jessel, M. R. (dcilyton). () Sect. 78.
(i) See the Comptroller’s second (m) Sect. 82.
report for 1884, (n) Bect. 81, sce below, p. 101.

() 46 & 47 Viet. o. 67. (o) Van Duzey’s and Leaf’s Tins., 34

The Regis-
tration Act
of 1883.

¢“ Fancy
words’
allowed to beo
registered.
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must, the Lords Justices held, be ¢ obviously not intended to
be descriptive,” and must * speak for itself and be a fanoy
word of its own inherent strength,” and be “so obviously
and notoriously inappropriate as neither to be deceptive or de-
scriptive, nor calculated to suggest deception or description,”

Soon after the decisions just referred to, n very distin-
guished Committee, presided over by Lord Herschell, were
appointed by the Board of Trade to inquire into the duties,
orgnnization, and arrangements of the Patent Office under
the Act of 1883, as far as related to trade-marks and designs,
and the Committee presented in August, 1887, an interim,
and in March, 1888, a final report, dealing not only with the
matters specified, but with the general question of the regis-
tration of trade-marks. These important reports are fre-
quently referred to in subsequent pages of this book (0s), and it
will be sufficient here to refer to a few only of the suggestions
made by the Committee. They recommended that a new
definition clause should be enacted, stating what symbols
might be registered, and substituting for the fancy-word
phrase in the Act of 1883 the phrases ¢ An invented word or
invented words ; or a word or words having no reference to
the character or quality of the goods, and not being a
geographical name ” (p), and that additions to registered
trade-marks (that is, matter other than their essential par-
ticulars registered with them) shenld be expressly disclaimed
by the applicants for registration (p). The alterations and
some minor changes were passed into law by the amending
Act of 1888 (g), which came into operation on the 1st of
January, 1889.

The Committee further reported, as principles which ought
to govern the Comptroller in the acceptance for registration
or the rejection of marks: that “inasmuch as the object of
registration is to secure a distinctive mark, and the registration

C.D. 623: 4 R. P. C. 31 (1887). was directed to remedy. Eastman
See, however, Re DBovril Tm., (1896)  Thotographic Materials Co’s Applicae
2 Ch. 600; 13 R, P. C. 382; and ¢ien, (1898) A. C, 571; 15 R. P. C,
below, p. 159. 476.

(00) The reports may be referred .
to on the construction of the Act of (#) Act of 1888, s. 10.

1888, to show the mischicf which it (9) 51 & 62 Vict. c. 50.
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of & mark which may conflict with a mark already registered
would not only be to the detriment of the owner of such
prior mark, but of the applicant himself, we think that in
cases where it is doubtful whether the mark ought to be
accopted or not, the safer and more beneficial course would be
to reject it”’ () ; and that, in their opinion, in comparing a
new mark tendered for registration with a prior mark which
it was alleged to resemble too closely, tho question should be
determined by considering what is the leading characteristie,
or, as it is otherwiso expressed, what is the idea, of each mark.
The Aects, it has been held, vest in the Comptroller a dis-
cretion, to be exercised, of course, judicially and subject to
appeal, whether to register or reject any mark fivst used since
the 13th of August, 1875 (s) ; and this discretion, exercised
in the light of the recommendations of the Committee, has
made the choice of a new trade-mark, or the registration of
an existing one, often a matter of considerable uncertainty
and trouble.

For some timo after the Act of 1888 was passed a con-
struction was put upon the new clauses allowing the regis-
tration of * invented words” and * words anaving no reference
to the character or quality of the goods” for which the mark
was to be used, which made the amendment of the law almost
wholly inoperative. It was held that no word was qualified
to be the * essential particular” of a registered trade-mark
unless it satisfied both clauses simultancously, and that even
a remote suggestion of some real or assumed characteristic of
the goods would make it objectionable. Thus the word
Somatose was refused registration as a trade-mark for a
medical food (£). In the year 1898, however, in the Solio
case (), this decision was overruled by the House of Lords,
and it was decided that the clauses referred to are alternative
and independent, so that any really new-coined word, whether
it has some reference to, or contains some suggestion of, the
character or quality of the goods or not, as well as any exist-
ing word which has no such reference, may bo registered as &

(r) Interim Report, par. (2). Powder) (1890).
(s) Eno v. Dunn, 15 App. Ca. 253 ; (¢) See Chap. VIIL., pp. 172, 179.
7 R. P. C, 311 (Fruit-Salt Baking (u) See Chap. VIII., p. 171.
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trade-mark, or may be the essential particular of a trade-

mark, unless it is objectionable on other grounds. This

decision has greatly increased the usefulness of the Register,

by enlarging the area from which new marks may be chosen

as well as by admitting to registration large numbers of
word-marks already in use.

Down to the end of the year 1899, 93,362 trade-marks had

been registered under the Acts, and some eight or nine thou-

Unregistered sand applications are annually made for registration (r); but a

trado-marks  yory large number of trade-marks in actual use in the country

-uumerous.  gtill remain unregistered, either because they are not capable

of registration for the reason that they do not fall within the

definition clause of the Act (¥), or because their proprietors

do not think it worth while to seek to register them. These

unregistered trade-marks, notwithstanding the prohibitory

sections of the Acts (z) already mentioned, which make regis-

tration, in general, a condition precedent to litigation to

restrain or to obtain damages for infringement, are in many

cases to a great extent protected by the Courts in the “passing-

off”’ actions, next to be referred to. For it is now well settled

that if the uso by the defendant upon his goods of an un-

registered trade-mark belonging to the plaintiff is calculated

to pass off or cnuse to be passed off the defendant’s goods as

the goods of the plaintiff, an injunction may be granted to

restrain such use («), and this whether the use be deliberately

fraudulent and intended by the defendant to be deceptive, or
not (0).
3. Passing-off and Trade-name Actions.

By the judgments in Millington v. For (¢) and later cases
in equity (¢), and by the Acts referred to above and the

(x) Comptroller’s Reportfor 1899; the Register, but he succeeded in the
3,777 marks were registercd in 1899,  action.

(y) Act of 1888, s, 10. (3) Reddaway & Co. v. Bentham
() Act of 1875,8.1; Act of 1883, IHemp Spinning Co., (1892) 2 Q. B.
8 70, 639; 9 R. P. C. §03; C. A., sec

(a) Montgomery v. Thompson, 41  below, pp. 460 and 451,
C. D. 85; (1891) A. C.217; 8 R.  (c) 3 My. & Cr. 338 (1838), Cot-
P. C. 861 (Stone Ales), where the tenham, L. C.
plaintifi’s mark was removed from (4) See the next chapter,



PASSING-OFF AND TRADE-NAME ACTIONS.

decisions upon them, the conditions under which a right of
property in a trade-mark may be acquired, and the manner
and degree in which it would be protected, have been fully
established ; but the symbol which » trader adopts as his
trade-mark is only one of the badges or indicia by which his
trade and the goods he deals in are identified with him, and
distinguished from the trade of his rivals in business and
similar goods which are not his but theirs, These badges
are generally numerous, and they comprise in particular the
name under which he trades, that is, his trade-name; the
names or titles by which his goods are referred to, that 1is,
the trade-name of his goods; and the fashion or ¢ get-up”
in which the goods appear in the market, so far as these are
distinetive of his trade and goclds. The principles of the
decisions cited above, from which tle law of trade-marks was
specialized, apply also to these cases—of ¢ trade-name * aund
“passing-off ” as they are comprehensively termed. The
first reported judgment in which the two classes of cases
were formally contrasted is that of Jessel, M. R., in Zle
Singer Manupacturing Co. v. Wilson (¢). * The cases which
have come before the Court,”’ the late Master of the Rolls
said, “may, I think, be conveniently divided into two classes;
the first class, which is the more numerous one, consists of
cases where the goods manufactured are distinguished by
some description or device in some way or other affixed to
the article sold. It may be, as I said before, description,
that is, it may consist of a name or names, or a lengthy
description consisting of names with superadded words, and
that description may be either affixed to, or impressed upon,
the goods themselves by means of a stamp or an adhesive
label, or it may be made to accompany the goods by being
impressed or made to adhere to an envelope or case containing
the goods. Now, as to this class, it is quite immaterial that
the maker of the goods to which—what I will call for the
sake of shortness—the trade-mark is affixed did not know
that it was a trade-mark, and had not the slightest intention

of defrauding anybody.

(¢) 2C. D. 434; 45 L. J. Ch. 490 (1874).
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“The second class (/') of cases are of a totally different
character : they are always cases of fraud. They are cases
where the defendant, without putting any trade-mark at all
on his goods, or putting a trade-mark which is admittedly
different in substance from the trade-mark, if any, of the
plaintiff on the goods, has represented the goods as being
goods manufactured by the plaintiff. . . . What the defen-
dant has suid or done must amount to a representation that
the goods to be sold are the goods of the plaintiff, or that
thoy are manufactured by the plaintiff. What amount of
representation will be sufficient for that purpose must again
depend, of course, on the facts of each particular case.”

It will be seen that Sir George Jessel here limited the
right to redress in the second class of cases to cases where
the defendant had acted with fraudulent intention, and
for the pwrpose of deceiving the customers, or intending
customers, of the plaintiff, and in this his judgment was
endorsed and approved by the Court of Appeal (9). In the
House of Lords, however, this distinction between the two

Proof of fraud classes of cases was not accepled. Lord Cairns said there was

unnecessary,
if the defene
dant’s con-
duct is
calculated
to deceive.

no such difference in point of prineiple (#), and that since
the decision in Millington v. For (7) it was necessary neither
to aver nor to prove fraud. ¢ In the present case,” he added,
““the question must, as it scems to me, be: Are the adver-
tisements of the defendant, having regard to the evidence in
the case, caloulated to mislead an unwary purchaser of the
machines?”’ The question came up again in Singer Maniyfac-
turing Company v. Loog (k), and although the case was decided
on the ground that the evidence showed that the conduct of the
defendant in question was not in fact calculated to deceive,
several of the judgments delivered contain passages which
are in accordanee with Lord Cairns’ opinion. James, L. J.,
summed up the law in the words quoted at the beginning of
this chapter; and Lord Selborne used language to the same

(£) 2C.D.yp. 443. (h) 3 App. Ca. p.389; 47 L.J. Ch,
(9) There are statecments to the p. 487 (1877).
same cffect in the judgments in ,
Cheavin v. Walker, 5 C. D, 850 () Above, p. 4.
(1876), decided before the Singer (k) 18 C. D. 398 (1879); 8 App.
Case reached the House of Lords. Ca. 16 (1882) : 62 L. J. Ch., 481.
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offect. ¢ It was contended” (/), he said, ¢ that the acts of
the defendant enabled his wholesale customers to show these
documents to their own retail customers for the purpose of
passing off the goods bought from the defendant as the
plintiffs’ manufacture. The answer is, that, unless the
documents were fabricated with a view to such a fraudulent
use of them, or wunless they were in themselees of' such a nuture
as to suggest, or readily and casily lend themselves to, such «
frand, . . . the supposed consequence is too remote,
speculative, and improbable to be imputed to the defendant,
or to be a ground for the interferenco of a court of justice
with the course of the defendant’s business.”

~ And it may now be taken as settled that (m), even where
there is no question of a registered trade-mark, or of any
mark at all attached to the goods, a trader will not be allowed
to act in & manner which leads, or is caleulated to lead, to
deception, although the deception is entircly unintended by
him, unless he has some speeial justification for his conduet,
as, for instance, an independent right to use a name similar
to the plaintiff’s name (#). e does, in fact, commit a fraud
when ho continues hus conduet after discovering its dangerous
character (o).

“No man,” said Cotton, L. J., in the case of Turton
v. Turton (n), “must pass off his goods as the goods of
another. Of course, that may be done unintentionally;
but where there is a manifest and natural meaning in the
words used that the goods are the goods of somebody else,
and the man who uses those terms uses not his name only,
but somebody else’s, he would be stopped from doing so as
soon a8 he 1s aware of the facts which make the prima fucie
intention and result of what he is doing, passing off his
goods as the goods of somebody clse. It was formerly said
that no action could be maintained unless o man had done so
fraudulently and intentionally ; but when he finds out that
the natural construction of what he is doing, when the facts
are known, is to represent his goods to be somebody else’s,

() 8 App. Ca. p 21; 62L.J.Ch. Chap. XVI,, p. 451.
p. 484. (n) Bee below, pp. 500 ¢t #cq.
() 8e¢e Chap. XII., p. 317, and (o) Sece below, p. 376.
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then he should bo stopped, even though he had originally
don> that unintentionally and innocently,” And in their
finul report, Loxd Ierschell’s Committeo said : ¢ There ean
be no doubt that if a manufacturer or vendor has obtained
for his goods n reputation amongst the publie, he could, by
process of law, quite apart from the Trade-Marks Acts,
prevent goods that were not his from being offered to the
public on the representation that they were so (p).”

The protection of the trade-names of individuals, firms,
and compunies from deceptive imitations is an important
application of the principles just stated (9); and in connec-
tion with them, tho chiof practical exception to the rule, that
the defendant will not be nllowed to continue conduct which
1 caleulated to lead to his goods or trade being taken to be
the goods or trado of the plaintiff, is found in the rule that
a man may honestly trade under his own name, and describe
his goods by it, whatever the cousequences may be (1), But
even this exception, according to the most recent nuthorities,
must give way in extreme cases, where the use of the
defendant’s own name by itself and without qualifieation,
is caleulated to pass off his goods as those of the plaintiff,
Bass’ Ale and Pears’ Soap have frequently been cited (1) as
instances of names which could not be used without quali-
fication and precautions against mistake by a Bass or a Pears
entering into the trade in question and competing with the

well-known firm of the same name,

4. The Criminal Law of False Marking,

At the common law, as already stated, it was an offence to
cheat by fraudulently selling the goods of A. under tho
pretence thut they were the goods of B., or to sell goods
under any materinl false pretence that they were different
goods from what in fuct they were, and such false pretences

() Report of 1888, p. xii. (1894, 1 Ch, 847 ; G L. J.Ch, 247;

(9} Sco below, Chap, XV, p. 462, Junuson v, Dublin Distille s Co., (1900)

(r) Sco Purgess v, Burgesa, 3 Do G, 1 r. R. 43, Seo below, pp. 800 of seq.
M. & G.806; 22 L. J. Ch. 6756 (1833), (r1, Bee Cash v, Ciah, cited below,
L. 33.; Turton v. Lurten, 42 C. D. p. 808, and the judgmwent of Vaughaa
198 L. J.Ch 677 (1880, C. Aut Williams, L. J., in Jumicson v.
Sannders . Sun Life dsswrance Coy Jemicon, 15 R, P, C. p. 192,
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might have been effected by using spurious trade-marks or
other deceptive marks of origin or description upon the goods
sold ; but the mere imitation of a trade-mark, unless it hap-
pened to be a Sheffield cutler’s mark (s), or the mere impression
or use of a false mark, was not criminally punishable (¢). Tho
Committee of 1862, whosc report has been already referred
to (u), were assured by the witnesses called before them that
false murking had become extremely prevalent, to the serious
detriment of honest trading. Not only were the trade-marks
of well-known English manufacturers frequently infringed
at home and flagrantly copied abroad, so that the manu-
facturers both lost the custom of the buyers of the spuriously
marked goods and suffered in reputation through the in-
feriority of the goods sold as theirs, but false marks of deserip-
tion, of length, quantity, material, make, and the like—what
are now known as trade descriptions (#)—were applied to
goods by unscrupulous traders with impunity. And the
witnesses complained, with good reason, that the cxisting
law was wholly inadequate to cope with these evils, Un-
fortunately, however, the Committee declined several drastio
proposals for amendment, which were afterwards adopted
with conspicuous success in the Merchandise Marks Act of
1887, ns they refused to recommend the establishmant of a
register of trade-marks, and the Merchandise Marks Act
of 1862, which was passed upon their report, was, it is
believed, a dead letter from its first enactment. At any rate,
when another Committee on merchandise marks were ap-
pointed, in 1887, complaints precisely similar to thoso made
to tho former Committee were urgently repeated to them.

As the Act of 1862 was repealed by that of 1887, it is Tho Merchan-
N diso Marks
unnccessary hero to summarize its clauses. In substance the pg of 1862,
offences ercated by it wero very nearly the same as those
existing under the later statute ; but it was vitiated by defects
which have now been removed, for, while it enacted that the
forgery of a trade-mark with intent to defraud (y), or the

fulso application of a trade-mark to gools(y), or to the

(1) 8e¢o Lelow, p. 643, («) Mcrchandiso Marks Act, 1887,
() Bee Book JI., p. 603. N 3,
(v} Abore, p. C. (y) Scct. 2.

f -
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envelope of goods (), with the like intent, should be mis-
demeanours, it left the onus of proving the intent to defraud
of the person charged upon the prosecutor, and it made no
provision fcr 1in summary prosecution of these offences.
The Act v *« also deficient in omitting to provide for the
geizure of luwsvly marked goods upon importation from
abroad («), and it was, moreover, n monument of complicated
and redundant drafting.

In 1884 Great Britain acceded to the International Con-
vention For The Protection Of Industrial Property, to which
all important civilized States, except Germany, Austrin and
Russia, now belong (), and thereby formally engaged to co-
operate in the execution of the stipulations contained in the
convention and grotocol (¢) agreed upon between the original
parties thereto, at Paris, in the provious year. And by
Article IX. of the convention it is provided that all goods
illegally bearing a trade-mark or trade-name may be seized
on importation into those States of the Union where the
mark or name has a right to legal protection, and that the
seizure shall be cffected at the request of either the proper
public department or of the interested party, pursuant to
the internal legislation of each country. It became neces-
sary, accordingly, to amend the law, and out of several Bills
introduced into Parliament for this purpose, the Committee
of the House of Commons selecoted and amended the Mer-
chandisc Marks Law Consolidation and Amendment Bill,
which subsequently became the Merchandise Marks Act of
1887.

The last-mentioned Act (d) provides that any person shall
be guilty of an offence, punishable on indictment or on sum-
mary conviction by fine or imprisonment, who either (1) forges
o trade-mark by making or imitating it without the consent
of the proprictor, or by falsifying any genuine mark; or
(2) falsely applies any trade-mark to goods, by applying it,

(2) Soct. 5. facturers resident in tho United
(a) The Customs Actof 1876,0.42, Kingdom, &o.

forbade the importation of articles {b) Seo list, Appendix, p. 762.

of forcign manufacture bearing the (¢} Sce Appendix, p. 704.

nawmes, marks, or brands of manu. (4) 8¢o Book 11., Chap. 1., p. 654,
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or an imitation of it, without the consent of the proprietor;
or (3) applies to goods any false trade description, that is,
o description or indication as to the number, quantity,
measure, &o., or the place or country of origin of the goods,
or the mode of manufactunng them, or their material, or as
to their being the subject of an existing patent, privilege, or
copyright, which is false in a material respect; or (4) sells or
exposes, or has in his possession for sale, or any purpose of
gale or manufacture, any goods to which a forged trade-mark
or false trade description is applied, or to which any trade-
mark, or imitation of a trade-mark, is falsely applied (¢). A
criminal intention on the part of the person charged 1s a

19

necessary element of each of the above-mentioned offences (f); .

"but the burden of proving that he has acted with the
consent of the proprietor of the trade-mark, or without
intent to defraud, or otherwise innoceatly, as also the
burden of establishing any of the special excuses allowed
by the Act, is cast upon the person charged as soon as
it is established that he has done any of the acts which,
coupled with such eriminal intention snd in the absence
of these excuses, bring his case within the definition
of an offence under the statute. The Act, moreover, for-
bids (y) the importation of goods by means of or in relation
to which an offence against it has been committed, and also
of all goods of foreign manufacture bearing any name or
trade-mark being or purporting to be that of a manufacturer
or trader within the country, unless it be accompanied by o
definite indication of the country where the goods were made
or produced. It contains also some special provisions with
regard to the marking of watch cases.

It will be seen, therefore, that the Act is directed against The Act is

false marking onlv. Deceptive marks or deceptive trade
descriptions are forhididen by it to be placed upon goods,
but it dc s net vp-rute o make marking of any kind com-

(¢) Subsidia-5 offcaces, such as 739, 791; 6 T. L. R. 71 (1888),
making dies for forging trades Coleridge, L. C. J., and Grantham,
marks, arc here passed over. J.; and sece below, p. GO,

([} Gridiey v, Swinborne, 52 J. P. (¢} Scet. 16, below, p. 624,

9 (2)

directed only

against false
marking.



20

Tho Merchan.
diso Marks
Aot Com-
mitteo of
1890.

The Mcorchan.
dize Marks
Act, 1801.

INTRODUCTION.

pulsory, and it does not extend to cases of verbal false
descriptions (%4).

The Act appears to have attnined a considernble success,
but it did not fully satisfy the trading community, and three
years after its passing another Committee of the House of
Commons were appointed to consider its working. And by
their report (/) the Committee stated that, while there was a
consensus of opinion that the Act of 1887 had gencrally been
most beneficial to the manufacturing interests of the country,
and that the importation of fraudulently marked goods, or of
goods hearing a false indication of origin, had materially
diminished since tho Act came into operation, yet complaint
had been made that its operation in regard to goods in transit
to foreign States had oceasioned serious inconvenicnce and
loss to the shipping industries. This complaint, however, the
Committee belicved to be ill-founded, and they refused to
recommend the exemption from the Act of the goods re-
ferred to.

The Custom House authorities have recently, however, by
the Consolidated Instructions of 1900, given directions under
which goods in transit, in the absence of information ecalling
for their examination, will generally be allowed to pass with-
out scrutiny (4).

The Committee also refused to accept either a proposal to
increase tho stringency of the Act by providing that all
foreign goods should be marked with an indication of origin,
or a proposal to relax it by allowing the general mark “made
abroad ”* where the Act now requires the particular country
of origin to be signified (/). On the other hand, with a view
to stopping the importation of adulterated articles, which, if
they bore no trade description at all, did not come under tho
Act, thoy recommended that the * Customs Eutry >’ (m), in
which both the description of goods imported and the port
from which they come must be stated, should be made a ¢ trade
deseription ” within the Aect, and that, in cases affecting the
genernl interest of the country, or of n section of the com-

(A} Below, p. dil, () Sco below, p. 631,

(v} M. M, A, Report, 1800, )
(k) Para, 36, printed post, p. 825. (m) Sco Lelow, pp. 671, 583.
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munity, or of a trado, prosccutions under the Aot should be
undertaken by the State. The Merchandise Marks Act of
1891 was passed to carry these proposals into effect. By an
Act of 1894 the Board of Agriculture has been authorized to

undertake prosecutions (»).

5. International and Colonial Arrangementa.

A foreigner who is the Gwner of o trade-mark, acquired as
such in England by use and consequent reputed connection
with its owner, has always had the same right to protection
in our Courts as a subject of the United Kingdom (o) (unless
he happened to be an alien enemy), and neither the Registra-
tion Act of 1875 nor the Merchandise Marks Acts of 1862 or
1887 conferred any special privilege or right of protection for
their trade-marks or trade-names upon subjects of this, as con-
trasted with subjects of other, States, Many treaties existed,
morcover, by which this country agreed to give to the subjects
of other countries the same right of protection in respect of
their trade-marks as were enjoyed by its own subjects (p).
On the other hand, when registration of the trade-mark con-
cerned became, under the Acts of 1875 and 1883, in general,
a condition precedent to the bringing of an action of in-
fringement, as such (9), it was required in the cnse of forcign
as well as of other plaintiffs, and the aequisition of a trade-
mark abroad gave no title or right to priority of registration
of a trade-mark in the English Register.

When the Act of 1883 was passed the International Con-
vention (»), already referred to, had just been drawn wup, and
in contemplation of the accession of this country thereto,
which took place in the following year (%), seot. 103 (f) was
inserted, with the view, apparently, of fulfilling the obliga-
tions ontered into by Zi.n United Kingdom with the other
coutracting States, The section, however, meets those obli-

(n) Jlost, p. 613. (9) Actof 1883, s, 77, Chap. X1I.,
(o) The Colling Co. v, Lceves, 28  p. 312,
L. J. Ch. 66 (1858), Stuart, V.-C. (») See Appendix, p. 764.

(») See a paper presented to Par- (s) 17 March, 1884,
liament, 1872, C. 633. () Bee Chup. XX., p. 645,

21
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gotions but vory imperfectly (¢) and the bulk of its provisions
are inapplicable to trade-marks. Its only substantial opera-
tion in regard to them, indeed, is to confer upon an applicant
for the protection of a trade-mark, in one of the other con-
tracting States, a priority over other applicants for registration
here during the space of four months, without conferring any
title to registration based upon the success of the application
in the foreign State, or any exemption from the conditions
and formalities to be fulfilled and complied with by ordinary
applicants for registration here (¢).

Her Majesty was empowered by sect. 104 of the Aot of 1883,
by Order in Council (), to apply the provisions of the above-
mentioned section, with such variations or additions as might
seem fit, to any DBritish possession (y).

The protection of the Merchandise Marks Act, 1887, re-
ferred to in the preceding section of this chapter, extends to
any trade-mark which, either with or without registration, is
protected by law in any DBritish possession (z) or foreign
State to which the provisions of the above-mentioned section
(sect. 103) are, under Order in Council, for the time being
applicable («).

(v) See per Stirling, J., in T/e () Seo the list, Appendix, p. 762.
Californian Fig Syrup ITm., 40 C. D. (y) See the definition in sect. 117.
620; 6 R. P. C. 126 (1888). (z) Below, p. 762.

(v) Sce last case, and Curtrr () M. M. A, 1887, 8. 3 (1),
Medicine Co.’s Tm., (1892) 3 Ch, 472: Book II., Chap. 1., p. 660, * trade.
o R. P. C. 401, North, J. mark.’’
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CHAPTER II.

THE DEFINITION OF A TRADE-MARK.
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THE DEFINITION OF A TRADE-MARK.

PAGY,
0. Mades, worked upon, imported, seleoted, cortified, or sold vo we D2

connection of the owner of the trade-mark with the goods o b2
trade-mark of sclector. Iirsch v. Jonas ., ‘e P 1

8. Registered under the Acte an & trade-niark - . N1 |

A TRADE-MARK 18 & symbol (¢) which is applied or
attached to goods(d) offered for sale in the market (c),
so as to distinguish them from similar goods, and to
identify them with a particular trader (d) or with ls
successors as the owners of a particular business (¢), as
being made, worked upon, imported, selected, certified
or sold (/) by him or them, or which has been properly
registered under tho Acts as the trade-mark of a par-
ticular trader (g).

It would, perhaps, have been clearer to have stated the
definition in the following form: “ A trade-mark is a symbol

which is publicly used as tho trade-mark of a particular
trader, or is properly registered as such under the Acts,”
so as to lay stress upon the element of public user which
creates the trade-mark, and to which registration is by statute
to be decemed equivalent (%), and to have added a definition
of public user to the effect suggested in the definition
selected. It appears to be preferable, however, to cast tho
whole definition into one in order to avoid the inconvenienco
of importing into it a reference to the term defined.

The Registration Acts contain no definition of what is a
trade-mark, though they do contain enumerations of the
classes of symbols which are capable of registration under
them as trade-marks (7). But trade-mnrks can still be

(¢) Below, p. 28. Eftect of Registration, p. 302. As
(0) Page 28. to Cutlers’ corporate marks, sco
(¢) Page 32. Chap. VI, p. 101.

() Pago 314.
(¢) See Chap, XIII., Assignmont

and Devolution of Trade-Marks, O,
p. 324: and PLinto v. DBadman, 8 Chap. XIIL., Effect of Registration,

R. P. C. 181 (1891), per Fry, L. 3. P 802
(f) Page 52, (i) S8ee Chap. VIIL,, ¢ What marks

() Page 64 and xee Chap. XIL.;  may be registered,”” p. 113.

(h) Act of 1883, s, 75; Act of
1888, 8. 17. See below, p. §4; and
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ncquired by user independently of registration (£), so as not
only to secure a certain measure of protection by the Courts
in ¢ passing-off ”’ nctions, but often to confer a preferential
claim to registration, or to constitute an objection to the
registration of newer marks for the same goods which bear
too close a resemblance to them (/). Moreover, among the
symbols admitted to registration under the Acts are  any
special and distinctive word or words, lettor, figure, or combi-
nation of letters or figures, or of letters and figures, used as
a trade-mark before the 13th day of August, 1875 (m), and
questions still frequently arise as to whether old marks
registered, or tendered for registration, under this provision,
or the provisions to the like effect in the earlior Aects, were
used as trade-marks or not. It is therefore necessary to
consider what constituted a symbol to be a trade-mark apart
from the Acts, and this 1s the more important because in
making registration, or, more precisely, the application for
registration, equivalent to public user of the trade-mark, the
Acts have imported and adopted the old law determining but they

what the public user of trade-marks is, and what are its :;{' h’:f"“

effects,

The definitions of “mark” and ¢ trade-mark,” for the Definitions in
purposes of the Merchandise Marks Act, 1862 (#), embodied td'i‘:ehhff;fi':“'
in that Act are in the following terms: * The word ‘mark’ Act of 1862.
shall include any name, signature, word, letter, device,
emblem, figure, sign, seal, stamp, diagram, label, ticket or
other mark of any other description; and the expression
‘ trade-mark ’ shall include any and every such name, »ig-
nature, word, letter, device, emblem, figure, sign, seal, stamp,
diagram, label, ticket or other mark as aforesaid, lawfully
used by any person to denote any chattel, or (in Scotland)
any article of trade, manufacture or merchandise, to be an
article or thing of the manufactwre, workmanship, production

(%) Sece below, pp. 316, 317. Stirling, J.

(9 Atrade-gnarkmacquimd Ay, (m) Act of 1888, n, 10, replacing
under some circumstances, bo pro- ooy g4 of tho Act of 1883, and
petly described as such without corresponding to sect. 10 of the Act
necessarily implying that it is ro- 0y ous
gistered. Sen<Sen Co. v. Britlen, )

(1899) 1 Ch, 692; 16 R, P, C. 137, (n) 25 & 26 Vict. ¢, 58, ». 1,
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or merchandise of such person, or to bo an article or thing of
any peculiar or particular description made or sold by such
person, and shall also include any name, signature, word,
letter, number, figure, mark or sign which, in pursuance of
any statute or statutes for the time being in force relating to
registered designs, is to be put or placed upon or attached
to any chattel or article during the existence or continuance
of any copyright or other sole right acquired under the
provisions of such statutes or any of them.”

g;';: %{I::ﬁ:un- The Act of 1862 was repealed by the Merchandise Marks
Act, 1887.  Act of 1887, which, without further defining ¢ trade-mark,’
enacted that, for the purposos of the Act, the expression
“trade-mark ”’ should mean a trade-mark registered in the
Register of trade-marks kept under. the Patents, Designs, and
Trade-Marks Act, 1883, and should include any trade-mark
which, either with or without registration, is protected by
law in any British possession or foreign State to which the
provisions of the 103rd section of the Patents, &o. Act are,
under Order in Council, for the time being applicable (o).
g:gg}i?gm Although the principles upon which the law of trade-
" wmarks rests have been often dwelt upon and explained in
the judgments in the leading cases on the subject, many
of which have been referred to in the previous chapter, yet
judges have but seldom attempted to state precisely what a
trade-mark is, and no formal definition 1s to be found in any
reported judgment.

Lord Weste In The Leather Cloth Co. v. The Amervican Leather Cloth

pury: Co. (p), Lord Westbury said ¢ the word ¢ trade-mark’ is the
designation of these marks or symbols, as and when applied
to a vendible commodity, and the exclusive right to make
such user or application is rightly called property.”

Bacon, V.-C. And in Ford v. Foster (g), Bacon, V.-C., described a trade-
mark in the following terms: * The meaning and use of a
trade-mark is that the same person dealing in goods, no
matter of what kind, whether of his own manufacture or
not, having a certain defined shape, if he stamps upon them
some indication that that particular article 1s his and his only,

(0) Seot. 3 (1), Lelow, p. 560. L. J. Ch, 199 (1863).
(p) 4 De G. J. & 8, p. 142; &3 (7) L. R. 7 Ch. p. G106 (1872).
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may thereby acquire so far an exclusive right to it that no
man may imitate his mark, and the legal right goes no further
than that.”

“ User as a trade-mark,” Kay, J., said, in Richards v. Ray, J., and

Butcher (), “ menns, not what the person who uses has in his Eebers M. R.
own mind about it, not what he has registered in a foreign
country, but what the public would understand when the
trade-mark, or so-called trade-mark, is impressed upon the
goods, or upon some wrapper or case containing the goods,
to be the trade-mark. That is the trade-mark proper; and
user as a trade-mark means, and must necessarily menn, the
impressing of thoso words cither upon the goods, or upon
some wrapper or case containing the goods, in such o way
that the public would neccessarily understand those words to
be, and alone to be, the trade-mark of the person who uses
them.” And in the same case, on appeal, Lord Esher said:
“You use the thing as a trade-mark if you use it in busi-
ness, or, as 18 often snid, in the market, as o mark to denote
your goods, and to distinguish them from the goods of any-
one else ”’ (s).

In The Magnolia Metal Company’s Trade-Marks (t), Rigby, Rigby, L. J.
L. J., dealing with the case of a name, said: “In order
that the name of an article may in any case be the trade-
mark of the manufacturer, 1t is essential that the name
should indicate, not the article only, but also that the article
is manufactured by the person claiming it as a trade-mark, as
distinguished from other persons also manufacturing or
entitled to manufacture it.”

The protection afforded to trade-marks has for its object Object of

the protection of trade only. In Baft & Co. v. Dunnett, tt?gf;t'::{h
Lord Halsbury, in the course of the argument, olserved: trade.
“ The Trade-Mark Acts are not for copyright in marks; they
are to protect trade-marks. If you have no goods you are
cloiming copyright only, you are not claiming for the purpose
of protecting your trade” (u).

() (1891) 2 Ch.p.532; 8 R.P. C, (¢) (1897) 2 Ch. p. 390; 14 R. P.
249 (Monopole). C. p. 626.
(s) (1891) 2 Ch. p. 643. (W) 16 R. P. C. p. 413 (1899).
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TIIE DEFINITION OF A TRADE-MARK.

A Symbol.

Rogistration Act, 1876 (), no
restriction was placed upon the kind or olass of symbols
which, if adopted and used as o trade-mark, would be pro-
tected against infringement or piracy, except that the Courts
refused to interfere where the symbols contained misrepre-
sentation (y), or were, or were so used as to be, calculated
to deceive, and they would, no doubt, if any case had
ocourred, have refused to interfore also where the symbols
themselves were scandalous or indecent. The only general
limit, thercfore, put upon the choice of a trade-mark was
that it should be capable of distinctive user in accordance

with the terms of the definition (s).

Applied or attached to Goods («).

It is immaterial whether the mark is attached to the goods
or to the covering in which they are sold (5). It may be
impressed, stamped, cut, drawn, painted or stained on the
goods themselves, as the words Sykes’ Patent were in Sykes v,
Sykes (c), or on their envelope, as are labels on bottles and
brands on corks, or in any other way attached to the goods—
for instance, by being marked upon tallies (¢) tied on to
them, or upon reels upon which the goods are wound, or on
a card to which the goods are fastened (¢). All that is
necessary is that there shall be some physical connection
betwecn the goods and the mark, so that the mark shall go
with the goods into market (f). A device is not a trade-

(x) Bect. 10, replaced by sect. 64
of the Act of 1883, and now by
sect. 10 of the Act of 1888.

(y) Seo below, pp. 397 et s2q.

(z) See below, p. 34.

(a) Sce the dicta quoted above,
pp. 26 and 27, and below, p. 189.

(3) Singer Manufacturing Co. v.
Wilson, 2 C. D, p. 44}, Jessel, M. R,,
and pp. 461, 465, James and Mellish,
L.JJ.; 456 L.J. Ch. pp. 491, 496, 497

(1876),

(¢) 3B. & C.541; 3 L. J. K. B,
0. 5. 46 (1824).

(d) Edelsten v, Edelster, 1 DeG.J,
& S. 185 (1863), Westbury, L. C.

(6) Ci. Chameleon Datents Manufac-
turing Co. v, Marshalls, Ld., 17 R.
P, C. 527 (1000), Kekewich, J., a
passing-off case, where it was held
that by such means a defendant
might represent his goods to be
those of the plaintift.

(f) See Powell's Tm., (1893) 2 Ch.
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mark unless it is so applied or attached, although it may be
used by a trader in his advertisements, price lists, or trade
cironlars, so as to become commonly associated with him and
his goods, as, for instance, lithographs of Millais’ picture
« Bubbles ”’ are associated with Pears’ Soap.

Thus, in T mpson v. Montgomery (9), the ale of the
plaintiffs had been known for many years as Stone Ale, and
there was evidence that that name had been used in ordering
goods from them, and in selling poods to their vustomers, as
o deseription of the ale, or of a particular class of alo made
by them. Beyond this there was no evidence of the nse of
the name as o trade-mark, and the Court of Appenl accord-
ingly held that the words had been wrongly claimed as o
trade-mark in use before 1875, and ordered them to be
removed from the register. So in Powells Case (k) it was
decided that the use of the words Yorkshire Relish upon the
rough packing cases in which the bottles of sauce were placed
for safe carriage was not, under the circumstances of the case,
use of the words as a trade-mark. “ The function of a trade-
mark,” Bowen, L. J., said (), “is to give an indication to
the purchaser or possible purchaser as to the manufacture or
quality of ths geods—to give an indication to his eye of the
trade source from which the goods come, or the trade hands
throngh which they pass on their way to the market.
Accordingly, it may either be marked on the goods them-
selves, or, if that 1s not possible or convenient, it may be
marked on the vehicle of the goods, and may be, and some-
times, I dare say, 1s, marked upon a covering or exterior,
such as a packing case. But when you are considering a
mark upon the vehicle as distinet from a mark upon the
goods, you must ask yourself carefully, Is this mark used as

388, (1804) A. C. 8; 10 R. P, C.
63,195; 11 R. P. C. 4. (Yorkshire
Relish.)

{9) 41 C. D. 45; 6 R. P. C. 404
(1889). Thore was no &ppeal upon
this point to the House of Lords.
An in‘unction was granted notwith.

standing the removal of the mark.

(4} Note (f); cf. Richards .
Butcher, (1891) 2 Ch, 522; 8 R. P,
C. 249, kay, J., and C. A., Monopole
used on packing cases and wine corks,
and Day v. Riley and Whittaker, 17
R. P. O. 517, Buckley, J., Day & Sons’
Black Drink stencilled on packing
cases.,

(#) (1893) 2 Ch. p. 404.

29



30

THE DREFINITION OI' A TRADE-MARK,

and must sell o trade-mark?” And tho test to be applied was otherwise

tho goods.

Use on corks,

Trade-mark
rights aro
restricted to
the class of
goods for
which the
mark is used,

stated in the same ease to be the question, Does the alleged
trade-mark sell the goods P

Tho question whether stamping & mark on the corks of
wino bottles at the sides or ends where it cannot bo soen is
user of it as n trade-mark has been discussed (A) but not
decided. It 1s submitted that it may be if, in fact, the
known presence of the mark, or the oxpectation of finding
it, induces the customer to buy the wine as that of the pro-
prietor of the mark.

The exclusiv e rights existing in respect of o trade-mark are
rostricted to he class of goods to which it has been attached
or applied (7). It is, therefore, no infringement to apply the
same or a similar mark to other goods. This rule wus clearly
stated in a dictum of Lord Westbury, in the Leather Cloth
Case, which has often been cited. ¢ Property in a trade-
mark,”’ he said, “1is . . . . the right to the exclusive nso of
some mark, name, or symbol in connection with a particular
manufacture or vendible commodity ; consequently, the use
of the same mark in connection with a different article is not
an infringement of such right of propurty ” (m). Thus, a
trade-mark used for carringes might be adopted as a new
trade-mark for woollen goods ().

So no one can acquire an exclusive rght to affix the trade-
mark to goods which do not fall within the class indicated by
the mark, or, in other words, to goods which do not possess
the attribute the mark 1s understood and intended to connote.
Thus, in Cotton v. Gillard (o), the defendant had invented a

{}) Kinghan & Co.'s Application,
10 R. P. C. 393 (18v3), Chitty, J.;
Richards - v. DButcher, (1891) 2 Ch.
622; 8§ R. P. C. 249, Ituy, J., and
C.A. Marks 8o used svere protected
in Moet v. Clybourw, Seb. Dig. p. 316
(1877), Jessel, M. R.; and Moet v.
Pickering, 8 C. D, 372; 47 X.. J. Ch.
627 (1878), C. A.

(1) Somerville v, Sehonbri, 12 App.
Ca. 403; 4 R. P. C. 179 (1887), on
sppeal from Malta; and see Colemun
v, Brown, 16 R. P. C. 619 (189,

As to registered trade-marks, see
below, pp. 307, 366,

(m) 4 DeG. J, &8.137; 33 L.J.
Ch. p. 201 (1863).

(n) Per Jessel, M. R., in Singer
Manufacturing Co, v, Wilson, 2 O, D,
p. 443; 46 L. J. Ch, 494 (1876).
And see Chap. XV., on Iufringe-
ment, bolow, p. 366, Cf, The Austra-
lien Wire Importers’ Tm., 41 C, D,
278; 6 R. P. C. 31), citod p. 217.

(o) 44 L. J. Ch, 00 (1874). So
a trade.mark cannot be separated
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sauoe which was prepared from a secrot recipe not known to

the plaintiff, and was callod the Licensed Vict nallers’ Relish,

The plaintiff had purchased from the assignee in bankruptey

of the defendant’s son all his intorest in the sauce, and thi,

he contended, included the right to the trade-mark wsed wita

the businoss. Jessel, M. R,, however, held that this ruzht The use of
could not oxist or bo tr ansferred without the goods with Oﬂfﬁﬁf,’:}mk
which the mark was connected, and that the plaintiff could ﬂgtdﬂ :lefét
have no assistance from tho Court to enable him to pass off protes
under the mark, as the original sauce, an imitation of his

own ().

Of course, the extent of the class of goods to which a
trade-mark is properly applicable will vary very much in
different cases. If the mark means that the goods are made
by its owner, then it will not rightly be applicable to goods
which be has bought to resell, and on the principle of the
case just cited it would seem that if, in such u case, the
owner were to give up manufacturing he would lose his
trude-mark, although he commenced to deal as a merchant
in the same goods (9). If, again, the mark means that the
goods are seiected, shipped, or sold by the owmer, then,
probably, it may be rightly applicable to many different
kinds of goods, aud to kinds which may vary, and perhaps
very widely, from time to time ().

It is clear, however, that the rights arising out of the
possession of a trade-mark, registered or unregistered, are not
limited to the exact kinds of goods for which the mark has been
used; actions for infringement of a registered trade-mark
are by virtue of sect. 77 limited to the goods for which the
mark is registered, but, subject to that limitation, the extent
of the goods to which the rights are limited.is a question of
fact in each case, depending to a great extent on the com-
mercial connection between the kinds of goods in' question, as,
for instance, whether they are usually sold by the same class
of persons (s).
from the goodwill of the business 710; 14 R, I\ C. 720.
to which it has been attached ; seo (7) See below, p. 52.
below, pp. 321 and 343, (r) Below, p. 52; and see Chap.

() Cf. Birmingham Vinegar Brew- XII,, p. 302, Etfect of Registration.
ery Co., Id. v. Fowell, (1897) A, C. (8) Australian Wine Importers’ Im.,
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As the mark must not be applied to the wrong goods, so,
on the other hand, it may be applicd by anyone to tho right
goods. Thus, in Furine v. Silverlock (ss), Lord Cranworth
refused an injunction to restrain the defendant, a printer,
from printing labels in imitation of the labels on the plain-
tiff’s Enu de Cologne, on the ground that tho labels might
bo intended to be placed upon seent which bad actually come
from the plaintiff (/). And the test of infringement laid
down in all the cases is that the defendant’s acts shall be
coleunlated to pass off goods as the plaintiff’s which are not
his (#) ; and that is all that an ordinary form of the injunc.
tion granted in trade-mark enses vestrains ().

Offered for Sale in the Market.

An allegation that the plaintiff’s goods were sold with the
trade-mark attached, and that they enjoyed a great reputation,
was regularly inservted in the declaration in the old common
law action for infringement (y). And in ZLawson v. The
Bank of Loudon (z), an action to restrain the defendants from
usurping the name of the plaintiff’s bank, a demwrrer was
allowed because the declaration did not allege that the plain-
tiff had carried on business as a banker, but only that he had
expended money in advertisements. “No action could, 1
apprehend,” said Willes, J., in that case, ¢ be maintained for
the sale of goods branded or stamped with another manufac-
turer’s mark, which mark had never been put forward to the
world by tho party complaining of the misuser of it.”

tion in cquity, 4 K. & J. 650, Wood,
V.-C.; 30 L. T. 242; 31 L. T, 99.

41 Ch.D. 278; ¢ R.D. C. 311 (1889),
C. A.; and Eastman Dhotographic

Materials Co., Ld. v. John Grifliths
Cycle Corporation, Ld., 15 R. P, C.
105 (1898), Romer, J.; and see
below, Chap. X, p. 237.

(ss) 1 K. & J.509; 6 De G, M., &
G.214; 24 L. J. Ch, 632; 26 L. J.
Ch. 11 (1865).

(¢) The plaintiff was given liberty
to try this question at law, and the
bill was retained for a year. Ho
succeeded in his action at law, and
wan snbsequently granted an injune-

(#) Sce below, p. 373.

(¢) Sce per Cotton, L. J.,in Thomp-
son v. Montgomery, 41 C, D. p. 48,
¢ R. P. C. 213 (1889); and see the
judgment of Lord Halsbury, L. C.,,
in Reddaway v. Bankam, (1896) A. C.
p. 207; 13 R. P. C. p. 225.

(y) Sco Sykes v. Sykes, 3 B. & O.
541; 3 L. J. K. B, 0. 5. 46 (1824);
above, p. 3.

() 18 C. B, 84; 25 L. J. C. P.
188 (1856).
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- This dictum was cited with approval by Lord Cairns, in
Maxwell v. Hogg (a). In that case the defendant registered
at Stationers’ Hall the word Belyravia as the name of an
intended new magazine, in the year 1863. In 1866 the
plaintiff began to advertise a different intended new magazine
under the same name. The defendant thereupon hwriedly
brought out & number of his magazine in September, 1860,
and the plaintiff followed in October, and cross suits were
then brought by each to restrain the other from using the
name. DBoth suits failed. The plaintiff’'s was dismissed
because his advertisements and expenditure gave him no title
to the name before the defendant’s first number appeared,
and the defendant’s beeause of his uncandid conduct in rush-
ing forward his magazine, knowing of the plaintift’s under-
taking, without giving him warning. That the trader’s
goods should have acquired any reputation for special excel-
lence or quality in order that his mark should be protected,
was, however, Lord Cairns declared, wnmecessary ; but, he
said (), all the definitions of trade-mark rights given in
Equity, “seem to me to be opposed to the iden that protection
can be givea where there has been no sale or offering for sale
of the articles to which the name is to be attached.”  Accord-
ing to the decisions, he added, no property in a name (or
mark) could he acquired except through the process of sale or
offering for sale in the market.

And the second of the ¢ essential quahities for constituting
property in a trade-mark >’ enumerated by Lord Westbury
in Medndrew v. Bassett (¢), was that the article marked with
the mark in question was actually a vendible article in the
market (/). ,

It is not, however, necessary that the goods should be in Long user of
mari: ur proof

the market with the mark affixed for any definite or any of aetual

considerable time. Thus it was no objection to the defen. reputation
UNNCCEsSAry.,

(1) L. R. 2 Ch. 307: 36 L. J. Ch, (d) See also Powell's Tin., 11523)

433 (1867). 2 Ch. 388; 10 RR. P. C. 63, 195, cited
(J) L.R.2Ch.p. 314; 36 L.J. Ch. above, p. 29, and the observations
p. 436, of Halsbury, L. C., in Bat¢ § Co, v,

)4+ DoG.J, & S.380; 33 L.J. Dunnctt (1899), 16 R. P. C, p. 413,
Ch. 661 (1864), (dnatolia liguorice). cited supra, p. 27.

K. S
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dant’s countorclaim in Mavicell v. Hogg (r), that ho had
brought ont but one number of his magazine, and that only
a fow days beforo tho plaintiff’s issue appeared ; and in the
samio case, as alveady stated, J.ord Cairns docided that ropu-
tation for quality was immaterial for the acquisition of the
lagnl right ( F).

Nor is it essontial that the significance of the mark should
be proved to have hecums kunown to any ascertained person
or persons, It is sufficient, subject now to tho provisions of
the Acts in regard to registration, to entitis a trader to pro-
teetion for his mark that he has offered goods for sale with
the mark so attached that it will, when known, indieate his
connection with the goods. It would be an insoluble inquiry,
as Lord Romilly declared in fall v. Barrows (y), to scek to
discover when first a mark acquued a distinclive charactor
in the market as denoting the goods of the trader who first
used 1t.

So as to distinguish the Goods from similar Goods, and to
identify them with a particular Trader,

That it is of the essence of a trade-mark that it should
have this distinguishing character, is fully established by the
statemonts of the principles upon which the law of trade-marks
rests, stated in the last chapter, and the dicte quoted at the
beginning of this chapter. The rule is further illustrated by
the question, which has always been regarded as the test of
infringement : Will the use of the trade-mark. by the defen-

dant lead purchasers to mistake his goods for those of the
pluantaff ? (4).

() L. R. 2 Ch. 307 (1867); 36
L. J. Ch, 433.

() So it is unnecessary for the
plaintifl in an infrivgement action
to allege that the defendant is selling
inferior gouds under his mark: Bl

Jield v, Fayne, 4 B. & Ad. 410;

2 L. J.IX B, 68 (1838) ¢ FEdelsten v.
Ldelsten, 1 De G J. & 8, 185 (1863),
Lord Westbury, L, C.

(y) 32 L. J. Ch. p. 651 (1863);
and see per Wood, V..C, in

MeAndrew v, Basseit, 33 L. J. Ch.
561 (1864).

(%) See per Id. Westbury in Hul!
v. Barrows, 4 De G, J. & S. 150;
33 L. J. Ch. p. 208 (1863) ; and in
Leather Cloth Co. v. American Leather
Cloth Co., 4 De G, J. & S, 137; 33
L. J. Ch. 199 (1863), and per Ld.
Blackburn in Ore-Lwing v, The Re-
gistray of Trade Marks, 4 App. Ca.
p. 494, 48 L. J. Ch, 7156 (1879).
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« The right which a manufacturer has in his trade-mark,”
Lord Cranworth said, in tho Leather Cloth Cuse (i), “1s the
exclusive right to uso it for the purpose of indieating where,
or by whom, or at what manufactory the article to which it
is affixed was manufactured.” And the samo judge, in
Farina v. Silverlocl (k), after distinguishing copyright from
the right to a trade-mark, added, * anyone who has acquired
a particular mode of designating his partieular manufacturo,
has a right to say, not that other persons shall not sell exactly
the same article, better or worse, or an article looking exactly
like it, but that they may not so sell it asto steal the plaintiff’s
trade-mark, and make purchasers believe it is the manufacture
of somebody else.”” And in Massam v. Thorley’s Cuattle Food
Co. (), James, L. J., said, “That in truth is the meaning
and object and result of a trade-mark. It indicates this,
that you may take this as a warranty that it has come from
the particular manufacturer of the goods with which you
have been hitnerto pleased ” (m).

But it is not necessary that the public should know the
name of the trader who uses the trade-mark., In Powel! v.
The Birmingham Vinegar Brewery Co., Lid., there was evidence
that many purchasers of ¢ Yorkshire Relish ”’ knew nothing
of the plaintiffs, but in reference to this Lord Herschell said,
‘“in the present case, it seems to me that ¢ Yorkshire Relish’
means the manufacture of a particular person. I do not
mean that in the minds of the public the name of the manu-
facturer was identified, but that it meant a. particular manu-
facture, and that when a person sold ¢ Yorkshire Relish’ as
the appellants did, by selling it as ¢ Yorkshire Relish’ and
calling it ¢ Yorkshire Relish,’ they represented to the public
that it was that manufactuwre which was known as and by the
name of ¢ Yorkshire Relish’” (»).

A provision in the Registration Acts allows any * special

(i) 11 H. L. C. 523; 35 L. J. Ch. (m) Sce also the passage from the
p. 57 (1865). judgment of Rigby, L. 1., in JMag-
(#) 6 De G. M. & G 214 ; 26 L. J. nolie Metal Co’s Tms., (lS‘sz 2 Ph.
Ch, p. 12 (1355)‘ p. 3890; 14 R. P. C. p. b2, cited
swpra, p. 27,
() 14Ch.D. 748; 42 L. T. N, 8. () (1807) A, C.p. 715: 14 R, I’
851, C. p. 730.
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and distinetive word or words, letter, figure, or combination
of letters or figures, or of letters and figures, used as o trade-
mark before the commencement of tho Act of 1875,” to be
registered as a trade-mark (o) ; and it has been held that the
qualification “ special and distinctive ”’ does no more than
embody the requirements of the existing law in regm"l to
what were or mignht be trade-marks ( p).

A name or device, therefore, which is merely deseriptive
of tho goods themselves or of some quality or attribute which
they possess, or are supposed to possess, or which 1s common
to the trade (¢), cannot be a trade-mark. And it follows that
marks which were once distinctive may have fallen into one
of these groups, and so ceased to be available as trade-marks.

The element of distinctiveness is essential in any mark
which is to be registered as a trade-mark under the Acts, and
its characteristics as established and illustrated by judicial
decisions will be considered in o later chapter (#); but it
will be convenient here to state in outline the leading cases
in which this branch of trade-mark law has been discussed,
apart from the operation of the Acts, since these cases are
still frequently referred to, and twrn upon principles of general
application.

The question whether a mark is merely descriptive can
hardly arise except with regard to word-marks (s). It may
be stated in either of the following forms: Do the words
which are claimed as a trade-mark (or trade-name, for the
same principles apply to both) mercly denote the goods, or
have they a secondary menning connoting a connection with
the persons who claim them as a trade-mark ? or, Are the
words the known deseription of all goods of the class by
whomsoever they are made or sold, or only of the species
within it which are made or sold by those particular manu-
facturers or traders ?

The question arose as early as the case of Millington v.

(¢) As to what marks come within  trade, sco below, pp. 135 and 204.
the proviso, see Chap. VIII., p. 184, (r) Chap. VIIIL,, p. 132,
below. (s) As to pictures of the goods, see
(p) Hoplinson’s Ton., (1892) 2 Ch,  Jumes’ Tm., 33 C. D. 392; 3R.P.C.
116; 9 R. P. C. 102, Kekewich, J. 340 (1886), C. A. (Dome Black Lead),
7) As to manrks common to the and below, p. 145. .
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Fox (f). There the plaintiffs sucd the defendants for in-
fringing their trade-marks consisting of the words Crowley
Millington, or one of them, and certain marks which they and
their predecessors had used as brands on steel sinco the
soventeenth century; the defendants alleged that both
Crowley and Millington were technienl terms understood in
tho market to mecan steel shaped i1n a particular way, and
this would have been a gcod defence had the evidence been
sufficient to support it.

In Ford v, Foster (1) the plantiff sought to restrain the The nameof a
defendants from placing the word Eurcka upon shirts of the ‘;f;:ﬁ“t;':;?;r
defendants’ manufucture. The pluintiff had introduced into ' '
the market shirts of a certain shape, which he sold wg Zo-4’s
Fureka Shirts, and the defendants alleged that the word in
question was the known deseription of shirts of that particular
shape. They were at liberty to make and sell the shirts, and
consequently, they urged, to use the name also. Bacon, V.-C.,
was in favour of the defendants upon the evidence as to this,
but he decided the case on the ground that the word Eureka
was only part of the plaintiff’s trade-mark, and that he had
no right to its exclusive use. The plaintiff appealed, and the
decision was reversed, the Lords Justices finding that retail
buyers would be led to believe by the use of the word that

the goods were goods made by the plaintiff. The test Test whether
a trade-mark

whether & name has become publici juris, said (v) Mellish, 45 Yocome
L. J., must be ¢ whether the use of it by other persons may sudlici juris.
still have tho effect of inducing the public to buy goods not
made by the original owner of the trade-mark as if they
were his goods.” If not, he wdded, “however hard, to some
extent, it may appear on the trader, yet practically, as the
richt to a trade-mark 1s simply a right to prevent the trader
from being cheated by othier persons’ goods being solil as his
moods through the fraudulent use of the trade-mark, the
right to the trade-mark must be gone.” An injunction was
accordingly granted to restrain the defendants from applying

(¢} 3 My, & Cr. 338 (1838), Cot- (r) At page (28. See also Whit-
tenham, L. C. stable Oyster Fishery Co. v. IHuyling

(0) L. R. 7 Ch. 611 (1872): 41  Fisheries, Ld.,17 R. P, C, 161 (1900),
L. J, Ch, 682, Buckley, J,
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the mark Zureka to any shirts not manufactured by the
plaintiff (y); but the defendants were left at liberty to adver-
tise the name between themselves and the trade, as the Court
thought that in the trade the name had the meaning con-
tended for by them, and that the use of it in the manner
stated could not lead to deception. |

The most important of the earlier cases on tho subject are
two cases in which the Singer Manufacturing Co. sought to
maintain a monopoly in the use of the name Singer for sewing
machines manufactured by them. The cases were, in fact,
trade-name not trade-mark cases, but the principles upon which
they proceeded, and tho judgments delivered in them, are
equally applicable to both marks and names. The plaintiffs
were an American company carrying on & business, originally
founded by one J. M. Singer, in sewing machines which they
and their predecessors had extensively advertised under the
namo in question, and they alleged that their machines were not
of any particular type which was known as the Singer Machine,
but were of many varieties, some of which had specific names
appropriated to them. They were accustomed to place a
distinctive trade-mark, comprising their name and a particular
device, upon each of their machines, but it was not alleged in
either case that the defendant had infringed this trade-mark.
The defendant 1n the first case (z) had issued advertise-
ments and price lists in which he professed to sell Singer and
New Singer machines, but in which he deseribed them as
manufactured by himself. He had not infringed the plain-
tift’s distinetive trade-mark. Ifor the defence it was alleged

- that the name Singer meant one of two particular types of

machine, that it had come to be like Hansom and Broughan,
the “ name of the article, and not & mark or sign indicating
the manufacturer ”’ (¢). The case took a somewhat unusual
course. It was dismissed by Jessel, M. R., without the
defendant having been called upon, and this decision was

(v) For form ‘of injunction, sec  case of Singer Manufacturing Co, v.
L.R. 7 Ch, p. 634; Appendix, p. 750.  Kimlall, 11 Court of Seas. Cas. 3rd

(=) Singer Manufacturing Co. v.  series, 267, where an injunction was
IWilsony 2 G, D, 434; 46 L. J. Ch,  granted. Sce below, p. 40, note ().
400 {1875); 3 App.Ca.376; 47 L.J. () Per Lord Cuirns, 3 App. Ca.
Ch. 481 (1877). Sec aleo tho Scotech  p. 38535 47 L, J. Ch. p. 485,
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upheld by the Court of Appeal, but reversed by tho Houso of
Lords, the House deciding that, upon the evidence of the
plaintiffs, an answer was called for, and that, therefore, the
defendant ought to be required to prove the allegation on
which he relied (4).

In non-suiting the plaintiffs, Jessel, M. R., proceeded on
the ground that as the word Singer was not attached to the
goods it was not a trade-mark, and that the plaintiffs could,
therefore, only succeed by making out a case of frandulent re-
presentation (¢). The representations made in the defendant’s
price lists and advertisements were, he held, incapable of
misleading anyone as to the origin of the machines. The
Court of Appeal took the same view of the representations,
and relied chiefly on that in upholding the decision. In the
House of Lords, Lord Cairns said the question must be,
«“ Are the advertisements of the defendant, having regard to
the evidence in the case, calculated to mislead an unwary
purchaser of the machines?” And this question might still
be answered affirmatively, he thought, although when the
advertisements came to be spelt out with care, there was no
actual representation on them that the goods they referred to
were made by the plaintiffs. And he rejected the distinetion
suggested by Jessel, M. IR., between cases where a trade-mark
used or the goods was infringed, and cases where the name
by which the goods were advertised and known was pirated.
Fraug, or intent to deceive, need not, he said, be alleged or
proved in either case (¢). The other law lords agreed that
the plaintiffs had made out a case to show that the defendant’s
advertisements might lead to his goods being bought as and
for theirs, and that, therefore, the defendant ought to have
been called upon to displace this case, or to establish by
evidence his own contention as to the meaning of Singer.
The case was sent down for a new tral, but there is no
further report of it.

Many of the same questions were discussed again in the Singer v.
case of the Singer Manufacturing Co. v. Loog (¢). Thero the £

(?) The case does not appear to (d) 3 App. Ca. p. 391; 47 L. J.
have been carried any further. Ch. p. 488 ; and sce above, p. 14.

(¢) See above, p. 13, where the () 18 C. D. 395 (1879); 8 App.
judgment is quoted at length. Ca. 15; 62 L. J. Ch. 481 (1882).
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defendant had placed upon the machines which he sold a plate
marked Singer machine, but bearing also words referring to
the foreign makers of the goods. This plate he offered to
abandon, but he claimed the right to use the word Singer to
describe his machines, He did not, in fact, call his machines
Singers, but advertised them as owur Singer machines, and as
machines made on the Singer system, DBoth the Court of
Appeal and the House of Lords, reversing the judgment of
Bacon, V.-0, decided that the documents issued by the
defendant were not caleulated to deceive, and the action con-
sequently failed. The question as to tho secondary meaning
of the word Singer did not, therefore, call for decision (f);
but it was agreed by all the judges, and was admitted by the
plaintiffs themselves, that they could claim no oxelusive use
of the word if the defendant could show that the article in
question was a specific article known by a specifie name, and
that, as in the case of the Wellington boots and IHansom
cabs, he was unable to designato the article in any other way
than by its known name (y). Lord Sclborne, however, found
ns a fuct that the term Singer did signify a system of cone
striiction for sewing machines known to the trade (4).

The obvious intention of the plaintiffs in both these cases
was to monopolise, if possible, the reputation gained by the
machines which they had been the first to introduce into the
market by preventing other traders from using the name by
which the machines were known, and this they were not
allowed to do. * The reputation acquired by machines of
particular form or construetion,” said Lord Selborne (), ¢ is
one thing; the reputation of the plaintiffs is another. If
the defendant has no right under colour of the former {o
invade the latter, neither have the plaintiffs any right under
colour of the latter to claim (in effect) a monopoly of the

(f) 18 C. D p. 419, Romer, J., found it means the plaiu-

(#) 18 C. D. p. 395. tiffs’ manufacture, to a large part of
(4) The question of fact is now  the publio.

gcttled by Zhe Singer Manufacturing

Co. v. Spence & Co,, 10 R. P, C, 297 (i) 8 App. Ca. p. 27; 52 L.J.Ch.
(1893), where it was admitted that P. 487; see also Leonard and Elliy’
to an inucr ring of the trade Singer  Tm., 26 C. D, p. 207; 63 L. J. Ch,

meaus a system of manufacture ; bug 003 (1881), C. A,
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former. If the defendant has (and it is not denied that ho
has) a right to mako and sell, in competition with the plain-
tiffs, articles similar in form and construction to those made
and sold by the plaintiffs, ho must also have a right to say
that he does so, and to employ for that purpose the term-
inology common to the trade, provided always that he does
this in a fuir, distinet, and unequivoeal way.”

The Liehig’s Extract Case (k) affords a good example of a
name which was held to bo merely the name of the goods,
common to all the world, and subject to no monopoly rights.
There Baron Liebig, the inventor of the process by which the
extract was prepared, had purported to confer upon the
plaintiffs an exclusive right to nse his name in connection
with the goods, and they sought to restrain the defendant
from using the words Lichiy’s Lrtract, The process of manu-
facture had, however, been long published and largely
employed, and the goods were commonly known by the name
in question. The injunction was accordingly refused (/).

On the other hand, a striking example of words, whicl Secondary
meaning of

words origin.

in their primary meaning were purely deseriptive, acquiring

41

a sccondary meaning—namely, that the goods described 21y comwon.

by them were the manufacture of a particular company—is
afforded by the case of Reddaway v. Banham (m). The
plaintiffs in that case had for many years made belting, con-
sisting mainly of camel-hair, for machinery, and sold it
under the name Camel-lhair Belting. 'The defendants, who
had sold similar belting under other names, commenced to
soll it under the name Camel-hair Belting, and in most
cases put that name only on the belting. The plaintiffs
commenced an action for an injunction to restrain the
defendants from using the word cwmel in such o manner as
to pass off their goods as and for the plaintiffs’ goods. The
jury found (1) that Camel-hair Belting meant belting made

(k) Liebig's Extract of Meat Co,v. was held, by Kekewich,J,, to bo
Hanbury, 17 L. T, ~. 8. 208 (186¥), proved that the plaintiffy’ goods
Wood, V.-C.; Id. v, Anderson, 55 were known as * Liebig Company’s
L. T. 206 (1881), Chitty, J. Extract of Meat' or ¢ The Com-

(/) In Licdig’s Extract of Meat Co., pany's Extract of Meat.”
1d. v. Chemists’ Co-operative Society, (m) (1896) A. C.199; 13 R. P, C.
14, (1896), 13 R, P. C. 635, 736, it 218,
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by the plaintiffs as distinet from belting mado by other
manufacturers, and that it did not mean belting of a par-
ticular kind without reference to any particular manufacturer ;
they also found that tho description was likely to mislead
purchasers, and that the defendants had endeavoured to pass
off their goods as the plaintiffs’ goods. In spite of these find-
ings, it was held by the Court of Appeal that Camel-hair
Belting was o truo deseription of the defendants’ goods,
and that they could not bo restrained from using it, and tho
Court dissolved the injunction granted by Collins, J.; the
Houso of Lords, however, reversed tho judgment of the
Cowrt of Appeal.  In Lord Ilcrschell’s judgment the follow-
ing passagesoccur:  The name of a person, or words forming
part of the common stock of language, may become so far
associnted with the goods of a particular maker that it is
capable of proof that the use of them by themselves, without
oxplanation or qualification, by another manufacturer, would
deceive o purchaser into tho belicf that he was getting the
goods of A. when he was really getting the goods of B (mm).
And, replying to tho argument that the defendants had only
used a truo description of their goods, he said, “ I think the
fallacy lies in overlooking the fact that a word may acquire
in a {rade a sccondary signification differing from its primary
one, and that i1f 1t is used, to persons in the trade who will
understand it, and be known and intended to understand i,
in its sccondary sense, it will none the less be a falsehood
because in its primary sensc it may be true”’ (»).

In The Celtular Clothing Company v. Maxton § Murray (o),
it was, however, pointed out that such a caso as the Cumel-
hatr Belting Case was difficult to establish, and the House
of Lords held that the plaintiffs in the Cellvlar Cuse had
failed to prove that the word Cellulur had the secondury
meaning of identifying goods so described with the plain-

tiffs (p).

(mm) (1896) A, C. p. 210; 13 897. Seo also Larsons v, Gillespie,
R. P. C. 228. (1898) A. C. 2395 15 R. P. C. 67.

1806) A. C. n. 212: 13 (») And seethe judgment of Cozens-

R ("12 ((3. . )220. P Hardy, J-, in U"o(ﬂ' Ve J\*ﬂpl'tﬂ"l, 17

T R.DP.C, at p. 330; and the Scotch

(o) (1899) A, C. 326; 16 R.P. C.  cgse, John Dewar & Sons v. J. 1L
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Where an article has been introduced ns new and has heen Namo of
first manufactured under a patent, the name by which it is ﬁg‘é‘;‘: L“““ii_
known becomes common property so soon as tho expiration of pired patent.
the patentright puts an end to the monopoly in the manuface
ture and sale of the article; and, although thename may have,
down to that time, identified the goods with the maker of
them, it is no longer available for him as a trade-mark or
trade-name,

On this subject, Lord Herschell’s Committeo said in their
report () : ¢ It has been suggestod that there is a necessity
for some statutory definition of the trade-mark rights which
are aequired in connection with words used as the names of
patented articles. Where a patent hus been obtained for
somo article of commoree, and the patentee gives it & name
which ho registers as s trade-mark, has he a right, at tho
end of the term of his patent, to prevent other people from
selling it under that nnme? It is clear that he obtains the
patent upon the condition that, at the expiration of the term
of his monopoly, the public shall have the right to manu-
facture and use it; and if the ~nly name by which it is
known is that which the proprictor has registered as a trade-
mark, 1t would certainly scem inconsistent with the right
thus intended to be conferred on the public, if everyone,
except the original patentee, were prevented from calling it
or selling it by that name which nlone it bears. The autho-
rities appear, however, to show that such a claim could not
be maintained.”

The cases of The Wheeler and Wilson Muanufucturing Co.
v. Shakespear () and The Linolewin Manufucturing Co, v.
Nairn (s) are the lending authorities on this head. In the
former case, the plaintiffs were manufacturers of sewing
machines made according f{o an expired patent, and in the
manufacture, therefore, they had no monopoly. The do-
fendant advertised himself as the * agent for the sale of the

Dewar, 17 R. . C. 341, at p. 358, (2) Report of 1888, p. xiv.

Inner House, First Division; aod (r) 39 L. J. Ch, 36 (1870), James,
ns to names obtaining a sccondary  V..C,

meaning, se¢ Chap. XVI., pp. 500 () 7C. D, 834; 47 L. J. Ch. 130
ol 8rq. (1878), Fry, J.
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Wheoler-Wilson machine ” in Birmingham, although ho was
not the plaintiffs’ agent, and was not selling machines mado
by them. He alleged that lLis advortisement meaunt only
that he sold the machines, The Court, while restraining him
from advertising himself as agent, refused to restrain him
from deseribing the machines he sold as Wiceler and Wilson’s,
It was not, said James, V.-C., tho name of the makers but of
tho thing itself, and the monopoly under the expired patent
could not be prolonged by granting a monopoly in the name.

In The Linoleum Case (ss), the plaintifis used a trade-mark
containing the word Linoleum for o floor-cloth which had
been first manufactured and sold by them under a patent,
and they unsuccessfully endeavoured to restrain the defen-
dants from selling similar cloth as Linolewm Floor Cloth after
the patent had expived. Fry, J., found as a fact that the
word Linoleum, which was taken by the defendants, was not
an essentinl part of the plaintiffs’ trade-mark, but was de-
seriptive only. It was, he said, the name of the thing, and
the defendants were not bound to invent a new name for it
if they made it. The name, he added (¢), “ only secondarily
means the manufacture of the plaintiffs, and has that meaning:
only so long as the plaintiffs are the sole manufacturers. In
my opinion, it would be extremely difficult for a person who
has been, by right of some monopoly, the sole manufacturer
of o new article, and has given a new name to the new
article, meaning that new article and nothing more, to claim
that the name is to be attributed to his manufacture alone
after his competitors are at liberty to make the same article.
It is admitted that no such case has occurred, and I beliove
it could not occur” (u).

The principle thus laid down has been approved and
adopted in more recent cases, Thus, Lord Herschell, in

Reddaway v. Banham (v), says: “ Where a patentee attaches

(ss) The Linolewm Co.v. Nuirn, T  JMacrae, 9 Jur. N.8. 332 (1862), Wood,
C.D. 834; 47 L. J. Ch, 430 (1878);  V..C,, paraflin not a trade-mark,
followed in Zormalin IHygienie Co, (¢) 7 C. D.p.837; 47 L. J. Ch.
Lad.)s Application, 17 R. P. C, 486  p. 432.

(1900), Farwell, J. ; and Cheseloronyh (1) Sec below, p. 243.
(o.'s T, 18 R. P. C, 191 (1901), () (1896) A, C. p. 214: and 13
Buckley, J. (Vascline); cf. Young v. R, P. C. p. 230,
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a partioular name to the production he patents, that name
becomes common property as tho name of the patented article.
It possesses, indeed, no other nameo. That name would
necessarily be apphied to it by all persons desiving to pur-
chase the. article. It is not descriptive of the mame of o
particular manufacturer, but of the article itself, by whom-
soever it 1s patented.”

In Zhe Magnolia Melal Co’s Trade Murks (y), Righy, L. J.,
delivering the judgment of the Cowrt of Appeal, said:
“When' the article is made under a sceret process, or its
manufacture is protected by a patent, no porson who has not
acquired the secret, or obtained a licence from the patentee,
can manufacture it. Accordingly, it is established as a
general rule, that when an articlo 1s made under a secret
process, or where the manufacturer of it is protected by «a
patent, the manufacturer or patentee cannot by any means
entitle himself to o monopoly in the use, after the secret process
has been discovered or the term of the patent has expired, of
the name by which the manufactured article is exclusively
known whilst the secret 1s undiscovered or the term of the
patent is unexpired. What exceptions this general rule may
be subject to it i1s not necessary for the purposes of this case
to inquire into.”” In the case last quoted from, the manu-
facture of the metal had been emried on in Amerien under
a secret process; but subsequently patents were taken out in
America and the United Kingdom, and these patents were
unexpired at the date of the application, which was for
the removal, from the Register, of marks, one of which con-
sisted of, and another of which included, the word Alagnolia.
One ground of the application was that magnolin metal was
the name of a particular alloy; as to two of the marks
in question the application succeeded on this ground, it being
held that, before the date of the patent or the registration
of the marks, the name Magnolia had been treated as tho
name of the article manufactured by the secret process, and
therefore, independently of the question arising on the
patents, the registration of theso marks was bad.

The fact that the patent for the goods is bad is im-

(y) (1897) 2 Ch, 371; and 14 R. P. C. 621.
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material, for a practical monopoly may be obtained by a bad
patent (g) 3 nor ean o person who lhas given a name to an
article which he has wrongly put forward as made under
a patent be in a better position than if his statemnent were
true (¢). During the maintenance of the monopoly, either by
the continuance of the patent or the non-discovery of the
secret process, no one, of course, can use the namo of tho
article for a different articlo so as to pass it off as that of the
person having the mouopoly (). On tho other hand,
althongh the patent is unexpired, if it be for a process,
and a method of making the article without infringing the
patent be discovered, a namo which indicates the article may
be used notwithstanding the existence of the patent (¢).
Whether it is open to a patentee to show that, after the
expiration of the patent, the word which was the namo of the
article when the patent expired has subsequently come to
denote his manufacture only, is o question which has not
arisen for decision, DBut, although it would no doubt be
difficult to establish such a case, it would seem to be possible,
It may, perhaps, be doubted whether the rule in the case
of an article manufactured under a seceret process is as
absolute as in the case of a patented articlo (), and whether
it is not open to the manufacturer of an article made by him
under a process formerly seeret but since discovered to show
that the mere use of the name by another person would

(z) Formalin Iygienic Co, Id)s a8 ¢ Yorkshire Relish?* did not ariso

Application, 17 R, P, C. 486 (1900),
Farwell, J.; sce also Magnolia Metal
Co.’s Tws., supra, and Minserv. Arm-
strong, below,note ( f). The Magnolia
patent was subsequently revoked :
AMilley’s Patent, 156 R, P, C, 205.

(0) Meaby & Co., Ld. v. Triticine,
Id., 16 R. P. C. 1 (1898), North, J.;
and sce below, p. 401, as to misrepre-
gentation respecting patents,

(0) Dirmingham Vinegar Co., Id,
v. Dowell, (1897) A.C. 710; 14 R, P.
C. 720 ; the question of the rights of
the partiesif the defendants had been
selling the same article as that known

on the facts, as found.

(¢} Young v, Macrae, 9 Jur. x.8,
322, 'With respect to this ease, the
subsequent comments of Wood, V.-C,,
on his decision contained in Brakam
v. Bustare, 1 H. & M. 447 (1863),
should be borne in mind: see Lord
Macnag™ten’s judgment in Reddaway
v, Danham, (1896) A. C. at p. 220;
13 R. I, C, 234.

(d) The means by which the mono-
poly is obtained is different, and in
the caso of a secret process the rule
cannot bo based upon an implied
condition in the grant by the Crown,
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deceivo purchasers into the belief that the goods were those
of tho original manufacturer, or, in other words, to show that
the name indicates not merely the article but the article
manufzctured by him (e).

If o man registers o new design, and gives the article made
in accordancs mth that design a name, that name deseribos
the artiole, and i1t may, af:'ter the expiration of the protection,
be used for that purpose by other persons ( /).

The first introducer of goods which have como to be
known by the name which he applied to them, so that that
name has been lost to him as a distinctive mark, has in
some cases been allowed to distinguish his goods by the
pame with the prefix original, Thus, in the Reading Sauce
Case (y), Romilly, M. R., said: ¢ Whero there are o great
number of persons who produce the same article, oriyinal
means that the article so called is that made by the first
inventor, That is the meaning of original which the Court
of Chancery has always recognized.”

The name of the place of origin of the goods would, on
the same principles, in genoral, be bad as a trade-mark, for
any importer from the same place would be at liberty to
use it; but where the name has acquired a secondary meaning,
identifying the goods upon which it appears with a particular
trader, the trader has frequently been protected against
fraudulont imitators, Iiven in cases where this secondary
meaning has been acquired, however, according to the rule
adopted in the analogous case of a trader using his own
name (%), the Cowrts would not interfere to altogether restrain

(¢) The question was left open in Co., 16 R, P, C. 167 (1899), Byrne, J.

the Housoe of Lords in the Yoskshire
Relish Case; but the proposition as
laid down by Lindley, L. J., in the
Court of Appeal, (1896) 2 Ch. at
p. 72; 13 R. . C. at p. 252; and
approved by Lord Davey, (1897)
A. C.at p. 7173 14 R. P. C. at
p. 732, is not so absolute as in the
case of a patented article, Sce also
~ the judgment of Rigby, L. J., in the
Mugnolia Cuse, quoted supra, p. 45,
and Chap. XIX,, p. 538.

(f) Winser & Co, v, Armstrong §

(Iinser intereeptors).

(9) Cocks v, Chandlers, 1u. R, 11 Eq.
p. 447; 40 L. J. Ch, p. 575 (1871);
sce rlso Browne v. Freeman (1), 12
W. R, 305 (18G4}, Wood, V.-C,;

C. (2), W. N. (1873), 178 (Chloro-
dime), Li. 3d, 3 Lazendy v. White, 41
L. J. Ch. 354, n, (1870) (Hurvey's
Sanee),

() See Tuston v. Turton, and
Palentine Meat Juice Co. v, T'alentine
Lxtraet Co., Ld., below, pp. 503,
208.
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the use of the name in question by & second trader who is
honestly using tho name in question merely for the purpose of
indicating the placo of origin of his goods, although thoy might
require him to use it in such a way as that his goods are
clearly distinguished from thoso of the other trader (7).

In Medndrew v. Bassett (J) the word Anatolin stamped
upon liquorice was lield to he a good {rade-mark. Theo
plaintiff made his goods of a mixture of juices obtained
partly from Spain and partly from tho district of Andoli;
and he chose Anatolin, which was one form of the latter
name, as his mark, Tho defendant, having seen the plain-
tiff’s mark in the market, caused it to be applied to goods
of his own made solely from Spanish juice. If the name
had had a known meaning indicating the origin of the goods,
it is clear that the plaintiff could not have monopolized it ;
but as it had, when he assumed i, and at the time of the
infringement, no such meaning, the Court decided that it
was o good trade-mark. It is not,” said Wood, V.-C,
“like the ease . . . of there being some distriet from which
a well-known wine, such as DBurgundy, is imported, and the
first importer calls it Burgundy; although he may have
stamped Burgundy on his corks for twenty years, he could
not prevent anybody clse from calling a wine produced in
Burgundy by the name of the place from which it was
imported.”

In Secivo v, Provezende (), part of the plaintiff’s trade-marks
consisted of the word Seiro, which was his own name and
was also the name of the estate from which the wine, In
conneetion with which the mark was used, came. The
defendants adopted the same word in their trade-mark, and

could not have been reachied without
proof of fraud. The recent case of
Cash v. Uash, cited p. 508, is the only
cuse of a person being absolutely
restrained from using his name in a
certain trade.

(i) There are dicta in the Stone
Ales Case, in the Ilouse of Lords,
which suggest that a practical
monopoly might be acquired of the
use of the name of a place where
goods are manufactuved : Thompseon

v. Montgomery, (1801} A, C. 217, 8
R. P. C. 365; above, p. 28, The case
was one of deliberate fraud ; but, in
view of the I'ulentine Cuse, it may bo
doubted whether the sume result

(/) 4 DeG.J. &S, 380; 33 L. J.
Ch. 4Gl (1864), Wood, V.-C., and
Westbury, L. C.

() L. . 1 Ch, 192; 14 L. T.
N. S, 314 (1865).



TO DISTINGUISH THE GOODS FROM SIMILAR GOODS, ETC.

they alleged that their wine came from an estate adjoining
the plaintifi’s and also known as Seira, It appeared that
the procluce of the defendant’s estate was far less in quantity
than that of the plaintiff, that the plaintiff’s wine was woll
known by his trade-mark, and that the district in which both
estates were situate was known as “ Sitio do Seixo,” meaning
“ the stony country.” Wood, V.-C., granted wi injunetion
to restrain the defendants from using the word in question
without clearly distinguishing the wines they sold under it
from the wines of the plaintiff (/), and, on appeal, Cran-
worth, L. C., upheld this decision. ¢ Assuming the truth
of what is contended for by the defendants,” the Lord
Chancellor said (m), * that is, that parts of their vineyards
are known by the name Seivo, that does not justify them in
adopting a devico or brand the probable effect of which is to
lead the public when purchasing their wine to suppose that
they are purchasing wine produced from the vineyards, not
of the defendants, but of the plaintiffs,” .

In the Glenfield Starch Case (n), the defendant was restrained
from using the word Glenfield on the labels attached to starch
made by him, and from ecalling such starch Glenfield Starch,
although his starch was actually made, and that of the plain-
tiffs was not made, at the place of that name. The plaintiffs
had formerly manufactured their goods at Glenfield, and had
adopted the name Glenfield Starch, and a label comprising
the words to describe them ; and the defendant, as the House
of Lords found, set up a factory at Glenfield—an open place
with a few cottnges—for the express purpose of securing the
name, and of profiting by the plaintiff’s reputation. Ho
called his starch Royal Palace Starch, but placed the name
Glenfield in largo letters on his labels, and his agents sold his
goods as Glenfield Starch.

“I take it to be clear from the evidence,” Lord Westbury
said (0), ““ that, long antecedently to the operations of the

() See form of injunction which  (») L. R.1Ch.p. 198; 14 L. T.

was approved by the H. L. in Mont- N. 8. p. 316.

n) Wotherspoon v. Currie, L. R,
gomery v. Thompson (note (2)), L. R. ¢ I(I) L. 508; f-z L.J.Ch. 130 (1872).

1 Ch. p. 194 ; Appendix, p. 749. (o) L. R. 6 H. L. p. §21.
X. 4

Glenfield
't“f"'ﬁ-

49



50

Advertisge

ment of the
goodx not n
tl'dde'mﬂrk-

Leather Cloth
Case,

THE DEFINITION OF A TRADE-MARK,

respondent, the word Glenfield had acquired o secondary
signification or meaning in connection with a particular
manufacture—in short, it had become the trade denomination
of the starch made by the appellants, It was wholly taken
out of its ordinary meaning, and in connection with starch
had acquired that peculiar secondary signification to which
I have referred. The word Glenfield, therefore, as o de-
nomination of storch, had become the property of the appel-
lants.”

This decision was followed and approved by the llouse of
Lords in the Stone Ales Case (p) in the year 1891, which
was o very similar case (g).

But a name which originally begins in its use as o«
geographical term, and long continues to be used as such,
cannot readily cease to be a geographical term and acquire
the secondary meaning above referred to (»).

Geographical names are expressly excepted from the list of
essential particulars for registered trade-marks contained in
the present Act (s). |

So o mere advertisement or deseription of the goods con
cerned, or of somo quality which they possess, is not a
trade-mark. And on this ground Lord Westbury based his
judgment in the IHouse of Lords in the Leather Cloth Case(?).

The trade-mark of the plaintiffs in that case consisted of
a circle formed by the words Croclketts’ International Leather
Cloth Company, Newark, N. Y., U. 8. A., West IIam, England,
inside of which in the upper half was an eagle, with the word
E.celsior over it, and the words Crocketts & Co., tanned leather

(p) Montgomery v, Thompson, (1891)  tiffs’ cigars; but the injunction was

A. C. p. 217; 8R.P.C, 361; above,
p. 20; of. also Huntley and Palmer v.
The Reading Discenit Co., 10 R. P, C.
277 (1898), Chitty, J. (Reading bis-
cuils),

(7) Sco also Dewlay & Co., Ld. v,
IHughes, 15 R. P, €. 290 (18¢8),
where North, J., on an interlocutory
motion, restrained the use by the
defendnnt of lindignl in conuection
with cizars, without clearly distin-
guiching such cigars from the plaine

not to prevent the defendant from
describing any cigars sold by him,
in fact made of Dindigul tobacco, as
being so made.

(r) Per Cozens-Hardy, J., in Wolf
v. Nopitseh, 17 R. P. C, 321, at p, 330
(1900).

(8} Act of 1888, 8. 10 (1) (e), below,
p. 178 ; sce also p. 16G6.

(¢) The Leather Cloth Co. v. The
Amevican Leather Cloth Co., 11 H. L,
C. §23; 35 L. J. Ch, 53 {1865),
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cloth below it, and in the lower half the words Patented,
January 24, 66, I. R, and C. P. Crockett, Manyfacturers, 12
yards. The defondants had a trade-mark containing features
similar to some of these. Wood, V.-C., granted an injunc-
tion (), but on appeal (¥) this was 1esemded by Lord West-
bury on the ground that the plaintiffs’ trade-mark contnined
moaterial misrepresentations which disentitled them to relict,
When the case came before him again, in the House of Loxds,
however, Lord Westbury sad (#): “I am satisfied that I
onght to have regarded this aflix to the plaintiff’s goods,
which is here denominated a trade-mark, as something which,
aceording to the anterior usage and application of the words
trade mark, by no means resembles or comes within the
description of anything that has hitherts been proporly
designated by that name.” It was, he added, “in reality,
an advertisement of the character and quality of their goods.”

So the words Nourishing Stout were refused protection (),
by Malins, V.-C., who distinguished the case before him
from two earlier cases, in one of which (¢) words meaning
exactly 12 yards, printed in three foreign languages, and
placed upon long cloth, and in the other (#) the words Luircel-
sior White Soap, had been accepted as trade-marks.

And in Chearin v. Walker (¢), a tablet bearing the words Chearin v.

G. Chearin’s Improved Patent Gold Medal Self-Cleaning Rape(l
Water Filter, Boston, England, with the Royal Arms and
the words By Her Mqgjesty’s Royal Letters Patent, was held
by Jessel, M. R., in the Court of Appeal, not to be o trade-
mark. “What (the plaintiff) uses,” he said (¢), “is an
inscription which he chooses to place or bake on his filters,

() 1H. & M. 271; 32 L. J. Ch. 4 secondary meaning if they lose

2l ~their ordinary meaning and come to
(1} 4 DeG. J. &£ 8.137; 33 L.J. indicate the goods of a particular
Ch. 199, manufacturer.
(v) 35 L. J. Ch. p. G6. (¢) DBroadhurst v, Darlow (1872),

() Raggett v, Findlater, L. R, 17 unreported : see L. R. 17 Eq. p. 38.
Eq. p. 29; 34 L. J. Ch. 64 (1873). (0} Drakam v. Bustard, 1 H, & A,
This case and tho others here cited 447; 9 L. T, n.s. 199 (1863),
must be tuken subject to the law  Wood, V.-C.
estublished by Reddaway v. Banham (¢) 6§ C. D, 830; 46 L. J. Ch. 686
(supra, p. 41), that words primd facie  (1876), C. A.
of o descriptive meuning may acquire {d) & C. D. p. 862.

4 Q)

Waller.
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and which tells its own story. The inscription is not in
distinctive characters, but in ordinary type. There is nothing
in it to show that it was made by any particular manufac-
turer, It isnot possible to say that such an inscription is a
trade-mark.” The action failed also on the ground that the
tablet falsely represented that the goods were made under an
existing patent, whereas, in fact, the patent had expired.

The essentinl quality of distinctiveness as a necessary
element in a trade-mark has been carefully preserved by the
Acts, and by the decisions upon them. These are dealt with

in a subsequent chapter (e).

Made, worked upon, imported, selected, certified, or sold.

The office of the trade-mark is to indicate some connection
between the goods to which it is applied and a particular
trader (/') ; but 1t is not necessary that the buyers should
know the name of the trader, it 1s sufficient that the mark
identifies & particular manufacture (7). What this connection
1s, is 1mmaterial ; but it should be a constant one. If o
maker chooses to sell under a trade-mark which is identified
with goods of his manufacture, goods made by others, his con-
duct will tend to destroy the original significance of the mark,
and eventually to confer upon it a new meaning ; but, until
the alteration is known, buyers may justly complain of de-
ception (%).

The connection most commonly intended by a trade-mark
18 that of origin or manufacture ; but, as already said, many
others may be connoted. This is succinetly expressed in the
statement of Bowen, L. J., in a recent case (i), that the

(¢) See 38 & 39 Viet. ¢. 91, 8. 10;
46 & 47 Viet, ¢, 67, 8. 64; 52 & 53
Vict. c. 0, 8. 10; and below, Chap.
VIIL, What may be Registered,
p. 115,

(f) Sce the dicte cited above, p. 26.

(9) Seo Birmingham Vincgar Brewery
Co, v, Powell, (1897) A. C. 710; and
14 R, P. C. 720; and supra, p. 35.

(A) The deception may counstitute
the offence of applying a false trade

description, See Starcy v. Chilworth
Gunpowder Co., 24 Q. B. D. 90; 69
L.J.M.C. 13(1890), Lord Coleridge,
L. C.J,, and Mathew, J. Seco also
Johnson v, Raylton, 7 Q. B. D. 438
(1881),a case of implied contract ; and
the Merchandiso Marks Act, 1887,
Book 11., Chap. 1., pp. 569 et seq.

() Powell's Im., (1893) 2 Ch.
p. 404; 10 R. P. C. 195.
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function of o trade-mark is to give an indication of ¢ the
trade source from which the goods come, or the trade-hands
through which they pass on their way to the market.” And in
the Merchandise Marks Act of 1862 (£), the words used were
« manufacture, workmanship, production, or merchaadise.”

In some cases it 1s difficult to decide what the precise Trade-mark
meaning of u trade-mark is; for instance, where A. has % Zf‘.}ﬁﬁtg?r
selected and imported goods made by B. for many years,
and has sold them under a particular trade-mark. If A. has
been the sole importer, does the reputation of the mark
refer to his selection and importation, or to B.'s manufacture ?

Such o question arose.in Ilirsch v. Jonas (I). There the Hirsch .
plaintiff bought cigars of a foreign maker, who, at his Jonas
request, placed a label bearing the words Gloriu de Ingluterra
Harannah, which had been designed and registered as his
copyright by the plaintiff, upon the boxes. Subsequently,
the maker began to supply to the defendants for sale in
the market similar cigars, not purchased by the plaintiff,
but bearing the same label, and this the plaintiff unsuccess-
fully sought to restrain. The name of the plaintiff did
not appear on the boxes, but that of the maker did. “The
trade-mark of manufactured goods,” said Jessel, M. R. (),
“means, 1 suppose, that the goods are manufaciared by
the person whose trade-mark it purports to be. I cun
understand & man saymng, ‘I am not the actual manu-
facturer of goods, but the selector of goods, and my repu-
tation for cleverness and selection is so great, that goods
marked with & mark to show that they have been selected
and approved of by me will fetch a higher price in the
market.’” If Hirsch had put on the box ¢ Giloria de Inglaterra
Havannak Cigars selected by Hirsch,’ he might have had a
case to prevent other people imitating that. It would show
that the cigars selected were approved of by him. If he got
a great reputation in that way, I can understand he would
have a right of protection for that which indicates to the

public that the cigars were selected and approved of by him.

¥) Sect. 1, quoted above, p. 25.
50)3 gitn.’s%‘r: 5L 3 Oh gee  (m 3C.D.p.686; 45 L. J. Ch,

(1876). p. 365,
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That is not his caso., There is nothing on the boxes to show
anything nbout Hirsch at all. All he says is that the trade
knows this mark as denoting cigars sold by him, which I dare
say it does” (n).

In Robinson v. Finlay (o) the marks in question were held
to indicate a connection with three dilforent persons—theo
manufacturer, the exporter, and the consignee, since they had
always and only been used upon goods which had passed
through the hands of all of theso in their several eapacities.
The Court of Appeal, accordingly, decided that neither of
the parties alone was entitled to the marks.

A servant who designs o mark which his employer adopts
and uses has no claim in regard to it, and is not entitled
after leaving his employment to use the mark on his own

goods ( p).

Registered under the Acts as a Trade-Mark,

Before the Rogistration Acts were passed, tho only general
way in which a trade-mark could have been acquired was by
public user, in the manner described in the earlier part of the
definition given above (9), or in the case of a Cutlers’ Corporate
Mark, for uso by o cutler resident in or within six miles of
Hallamshire, by assignment from the Cutlers’ Company ().
But registration, or, rather, the applieation for registration, is
now to be deemed equivalent to the public use of the registered
trade-mark (s), and the registration of a person as proprictor
of a trade-mark is to bo primd facie evidence of his right to
the exclusive use of the trade-mark, and after the expiration

&

(n) CB Enott v, Marshall, W. N.
(1894) 214, whero a person who
bought from the manufacturer in
bulk, aud put the goods up iu dise
tinctive packets, was held by Chitty,
J., to bo entitled to restrain another
purchaser from the manufacturer
from imitating this get-up.

(o) © C. D. 487; 39 L. T. N8,
398 (1877), Bacon, V.-C,, and C. A, ;
Jones' Tm., 63 L, T. N8, 1 (1889),

C. A.

(p) Roger's Tm., 12 R, P. C. at
p. 136 (1893), Nurth, J.

(9} Iludson’s Tm., 32 C. D, 311;
3R, P, C. 155 (1888), C. A.

(») See Chap. V1., Shefficld Marks,
below, p. 101,

(s) Aot of 1888, a, 17, replacing
scet. 75 of tho Act of 1883, and scet. 2
of the Act of 1875; below, p. 304.
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of five years from the date of registration, to be conclusive
evidence of his right to such exclusive uso, subject to the
provisions of the Act (¢).

Theso sections, it has been decided, ereato a now method
in which trade-mark rights can be acquired (v). Their cone
struction and effect are discussed in a later chapter (x).

() Act of 1883, &. 76, replacing p. 304.

soct. 3 of the Act of 1875. () Chap, VIII.,, What may be
(v) Uudson’s T, 32 C, D. 311; Registered, p. 115, Chap. XII.,
3 R. P. C. 155 (1886), C. A.; below, Effect of Registration, p. 302.
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CHAPTER III.

THE REGISTER OF TRADE-MARKS, AND THE TRADE-MARKS
BRANCH OF THE PATENT OFFICE.
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The Register. THe Register of trade-marks was established by the Act of

The Mane-
chexrter offico
and the
Sheflicld
Register,

1875 (@), and it is now continued under sect. 78 of the Act
of 1883, which provides that there shall be kept at the Patent
Office (b) a book called the Register of Trade-Marks, wherein
shall be entered the names and addresses of proprictors of
registered trade-marks, notifications of assignments and of
transmissions of trade-marks, and such other matters as may
be from time to time preseribed. And the books of the
originul Registor are treated as part of the present Register (c).

Thero are also Registers at Manchester and Sheflield. The
former, a copy of the Register at the Patent Office, so far as

() Sects. 1 and 7. Chancery Laune, London, E.C.
(5} 25, Southampton Buildings, (¢) Aot of 1883, s, 114,
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it relates to goods in Classes 23, 24, and 25 (d) (.c., cotton
goods), and the latter, a branoh Register for trade-marks for
metal goods registered by residents in Hallamshire, or within
six miles of it (). -

By sect. 101 of the Aot of 1883, the Board of Trade may
from time to time make general rules, subject to the pro-
visions of the Act, for regulating the practice of registration,
for classifying goods and for certain other purposes, and may
alter or amend the forms in the First Schedule to the Act. The
trade-mark rules and forms at present in force under this
section are those of 1890, as amended by those of 1847 and

1898 (/).
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The Register was formerly under the control of the Regis« The Comp-

trar appointed in pursuance of the Act of 1875, but it is troller.

now, as well as the whole of the Patent Office, of the business
of which it forms part, under the immediate control of the
Comptroller-General of Patents, Designs, and Trade-Marks,
who is appointed by, and acts under the superintendence and
direction of, the Board of Trade (7), and who may in any
case of doubt or difficulty arising in the administration of
any of the provisions of the Act, apply to either of the law
officers for directions in the matter (#). The Comptroller’s
address is, The Comptroller, Patent Office, Trade-Marks
Branch, 25, Southampton Buildings, London.

Any act or thing directed by the Acts to be done by or
to the Comptroller may, in his absence, be done by or to any
officer for the time being in that behalf authorized by the
Board of Trade (/). The business in relation to trade-marks
is, in practice, undertaken by the Registrar of Trade-Marks
on behalf of the Comptroller.

(d) Below, p. 718. applications for registration, should
(¢} As to the Manchester office, cease, except so far as it might bo
see below, p. 113, and as to the mnecessary to bring such instances
Sheffield registry, p. 106. before them by way of illustration
(f) Sce App., p. G4l. for the purpose of obtaining a direc-
(9) Sect. 82 (3). Lord Herschell's tion on some point of general prin.
committee recommended that the ciple or practico. Rceport of 1888,
practice which had grown up of p. vii.
consulting the Board of Trade in (A) Sect. 95. Beo below, p. 74.
particular instauces, in regard to () Sect. 82 (4),
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Entries on
the Register.

No trusts to
be entered.

Titlo con-
feried by
registration.

THE REGISTER OF TRADE-MARKS, ETC,

In addition to the matters directed by soct. 78, quoted
above, to be entered upon tho Rogister, thero are entered also
the name, address, and description of the proprietor of each
mark (%), the date of the application for registration (/), a
statement of the class or classes of goods for which the mark
is registered (m), disclaimers under sect. 74 of the Act (#), a
note of the orders of the Court made under sects. 62, 69, 72,
90, or 92, and affecting the mark (o), and such other par-
ticulars as the Comptroller thinks necessary (p). And these
last particulars include notes entered on the llegister in pur-
suance of undertakings by the proprietor to confine the use
of his mark to goods forming part only of a class, or to
restrict the manner of use of his mark (), and in regard to
other restrictions on the full rvights ordinarily conferred by a
simple registration. It has been decided that notes express-
ing o condition of registration that the mark should only be
used, or should not be used, within a certain geographical
area ought not to be cntered on the Register (»).

No notice of any trust may be entered upon the Register
or be receivable by the Comptroller, whether the trust be
express, implied, or constructive (s), so that the entry of a
reference to an agreement limiting the rights of the pro-
prietor of the mark and not stating its terms, is irregular (¢).

There is no patent or other document issued by the
Comptroller in respect of the title to a trade-mark, but the
application, followed by the registration of the trade-mark,
is equivalent to the public user (), by which, and by which

- (k) Rule 32,

(2) Rule 34.

(m) Sect. 65. See form of appli-
cation, Form F., Appendix, p. 706.

(n) Act of 1888, a. 16.

(o) Rule 46.

(») Rule 34.

(2) Sce below, pp. 219 and 282 ;
and Re Ratone & Co., Scb. Dig, p. 3956
(1879), Jesscl, M. Lt.; De vtaduy's
Tm. (1885}, W. N. p. 177, DPcarson,
J. s Mitchell & Co’s T, (2),28 C. D,
666 (1885), Chitty, J.; Reep's T,
26 C. D. 187 (1584), Dearson, J.

But as to entering notes of under-
takings to confine the use of a mark
to a certain district, see now Dew-
hurst’s Tm., note (r), and below,
p: 219.

(r) Dewhurst’s ITm., (1896) 2 Ch.
137; 13 R, P. C, 288, C. A.; and
see below, p. 219,

(s) Seot. 85. Rule of 1876 (22),
cf. Companies Act, 1862, 8, 3v.

(¢) De Otaduy’s T'm. and AMitchell
& Co.’s Tin., above, note (g).

‘(“) Act °£ 1383, 8. 171
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alone, title to a trade-mark was acgnired before the Aots (z).
Rogistration confers a right to the exclusive use of the
mark (7), and, in the case of any trade-mark which is capable
of registration, except an old mark of which registration has
beon rofused, it is o condition procedent to any proceedings
for the infringement of tho trade-mark (z). Tho person regis-
tered as proprietor has power to assign the trade-mark («).
Provision is made for the rectifieation of the Register, and
also for its alteration in any non-ossential particular, by order
of the Court (0', and for the correction of clerical errors (),
and tho entry of chunges of address (¢), by the Comptroller.
The falsification of entries in, or of writings pwrporting Falsification
to bo copies of entries in, the Register, and the tendering or
production of any such entry or writing, knowing 1t to bo

fulse, is o misdemeanour (¢).

Devolutions of title to a trade-mark by assignment, trans- Dfm:ﬂ“ti"n
mission, or other operation of law, are directed to be entered * H&

on the Register by the Comptroller at the request of the person
becoming entitled, and upon proot to the satisfaction of the
Comptroller of the title of the applicant (7).

A trade-mark may, probably, be removed from the Register Remoral of

because the business, to the goodwill of which the rights con- eutries.

ferred by the registration arve attached (¢), has como to an
end, und it may also be removed on tho ground that at the
timo of registration the applicant had no bond fide intention

() See the last Chapter.

(y) Scct. 76. Sce Chap. XIL.;
beluw, p. 302, Effect of Registration,

(z) Sect. 77. See Chup. XII,;
below, p. 312, . -

(a) Sect. 87. See Chap. XI1IL,, p.
324.

(0) Sects. 90 and 92. Rules 46 to
60. See Chap. XIL.; below, p. 262,
Rectification of the Register.

(¢} Sect. 91.

(d) Rule 48.

(¢) Sect. 93 ; below, p. 610.

(f) Sect. 87. Rules 36 to 40.
See Chap. XIIL. ; below, p. 324,
Assigninent and Devolution of
Trade-Marks,

{(9) Sect.70. Ralph's Twm.,25C.D.
194 ; 63 L. J. Ch, 188 (1883), Pear-
son,J.; and Batt's Tm., infra, note(h).
There is no rule in the preseat code
corresponding to r. 34 of the Rules
of 1876, which was as follows:—
¢ The Court may, oun the application
of any person aggrieved, remove any
trade-mark from the Register on the
ground, after the expiration of five
years from the date of the registry
thereof, that the registered proprietor
is not engaged in any business cons
cerned in the goods with respect to
which a trade-mark is registered.”
See Chap. X1V, ; below, p. 338.

of tho
Register.
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tho Register.,
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of using it (%), or after fourteen years, for non-payment of
fees, under sect. 79 (¢), or whenever the mark is on the
Register without sufficient cause (#). In the case of non-
payment of fees a record of the removal and of the causo
thercof 1s entered on the Register (/).

The Register is open to the inspection of the public on pay-
ment, of the prescribed fee (which is at present one shilling
for every qunrter of an<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>