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PREFACE.

In the preparation of this work I have sought to con-
fine the text to matters which pertain particularly to
Interferences and to cover all the important points which
have been the subject of controversy in the past twenty
vears and which have not been rendered entirely obsolete
by changes in the Rules of Practice in that period. Many
old eases are considered, but they are such as arve believed
might have a bearing upon the construction of present
rules. I have constdered that brevity in the statements
of points of law would be more useful than extended
argument. 1t is assumed that those who use the book are
familiar with the subjeet in general and all they need in
the conduct of a case is 4 reminder of the points which
may be made and a citation of authorities relating there-
to. Without such reminder one may overlook important
points of evidence which might be presented. A busy
lawyer can not stop to read a volume on evidence before,
or at the time of taking testimony, hence evidence is
herein treated in a limited sense, relating to those matters
which are most likely to arise in taking testimony in an
Interference. '

I send this book forth, hoping that it may aid in a more
accurate presentation of causes and in developing a more
uniform practice.

Your obedient servant,

Honmer C. UNDERWOOD.
Detroit, Michigan.
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INTERFERENGCES.

1. Origin of Interferences. An interference 1s a statu-
tory proceeding, arising solely under the authority of
Sece. 4904, and means a dispute on the question of prior-
ity of invention. 1t is a contest between rival applicants
for a patent, or a contest between one or more applicants
for a patent, and the owner of one or more outstanding
letters patent. Western Electric Mfg. Co. v. Chicago
Eleclric Co., 14 Fed. 691.

2. Interference Statute. Sece. 4904, R. 5. U. S.
““Whenever an application ts made for a patent which, in
the opinion of the Commissioner, would interfere with
any pending applieation, or with any unexpired patent,
he shall give notice thereot to the applicants or appli-
cant and patentee, a3 the case may be, and shall direet
the Primary Kxaminer to proeced to determine the ques-
tion of priority of invention. And the Commissioner
may issue a patent to the party who is adjudged the
prior inventor, unless the adverse party appeals from
the decision of the Primary Ixaminer, or the Board of
Examiners-in-Chief, as the case may be, within such
time, not less than twenty davs, as the Commissioner
shall preseribe.’’

3. The Declaration of Interference. A brief but gen-
eral summary of the Patent Office proceedings 1n Inter-
ference cases will be found in Westinahouse v. Hein, 159
Fed. 936-939, in which Judee Sanborn said: *When an
application for a patent is filed, an officer known as a
Primary Examiner decides whether the application on
its face shows patentable invention, Rules 95, 96. No
appeal lies from his decision. Rule 124, Patentability
being affirmed, it may oceur that the application dis-
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closes the same invention as another application on file
or as o patent already issued, I so, interferenee exists,
and the patent officers are then required, acceording 1o
the practice and rvules of the office, to set on foot an mter-
ference proceeding, in order to determine which of the
hostite elaimants first discovered the invention,  This
proceeding is earried on belore the Examiner of Inter-
ferences, and is a proceeding inter partes and results
either in a decision awarding priority {o one, ind deny-
ime 1t to the other, or for sonie particular reason denying
priorify to cither.

““This question of priority of invention, meaning pri-
ority in time, has become the important and almost sole
question for consideration in an interferenee proceeding.
Other questions may arise in the Patent Office, such as
whether one or both parties has the right to make the
claim, whether he has veally diselosed in his drawings the
mvention elaimed, whether he is the real inventor, wheth-
er he g guilty of Jaches or estopped to claim priority,
whether s devise s operative, whether both elaim the
same mvention so as to actually show interferenee. Dy
the conrse of practice 1in the Patent Office, however, an
interference proceedinge is confined to the question of
priovity in time, other questions being raised by mo-
tion before the Primarvy Examiner, The Bxaminer of
Interferences mayx also call the attention of the Commis-
stotier 10 taefs showing that no interference exists, or
that the declarvation of interference was irregular, and
the Commissioner may then suspend the interference
proceedings and remand the case to the Primary Ix-
amtner for consideration of the question so raised. Rule
126, It may also appear in the interference proceedings
that while both applications diselose patentability and
interference, and one ix clearly prior in time, yet that
neither party is entitled to a judement of piriority
against the other, because it would operate inequitably
against the other. This happened in Beehman v. Wood,

::.,i
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15 App. DL C 484, where Wood fivst discovered a broad
invention, but made only a narrow claim, and the junior
applicant, Dechman, claimed a speeifie deviee in the
came field, and also elaimed the broad invention, Wood
was adjudeed to he not entitled to the broad celaim be-
cause this would defeat Bechman’s speeial apparatus,
and Bechman was not entitled o it beeause he was not
the first inventor, but in the ordinary case an award ol
priority follows as & matter of course,

“While the question whether the interference was
properly declared, or any interference in facts exists, ean
not he diveetly raised in the interference proeeeding, it
may by a motion to dissolve the interference. It is the
practice to present to the Examiner of Interferences a
motion to transmit the motion to dissolve to the Primary
Examiner, tocether with the motion to dissolve. It the
latter motion is in proper form he {ransmits it to the
Primary Examiner, and he may at the same time pro-
ceed with the interference, Rule 123, When the Primary
Examiner has decided the motion, an appeal may be
faken to the Commissioner but no further appeal is per-
mitted, the motion being rerarded as an interlocutory
proceedinge. .S, ex rel. Lowry v, Allen, 203 11, S, 470,
27 Sup. Ct. 141,51 1, Bd. 281, Tt the motion to dissolve
is denied, the Examiner of Tnterferences, in the usual
case, renders judement awardine priority of invention
to one of the contestants and also fixes the limit of ap-
peal from such judement. TV no appeal is taken letters
patent. are issued to the successtul party, and the Pri-
mary Yxaminer notifics the other party that his elaims
stand finally rejected. See. 4004, Rev. St. U. S, Comp.
St. 1901, p. 3389, Rule 132, Tf the defeated party de-
sires to appeal he mayv do so within the time limited.
The appeal first goes to the Iixaminers-in-Chief (See.
4009, 11, S. Comp. St. 1901, p. 3390), then to the Com-
missioner in person (See. 4910, U. S. Comp. St. 1901, p.
3091), and from his decision to the Court of Appeals of
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the District of Columbia (Aet Ifeb, 9, 1893, e. 74, 27 Stat.
4706, See. 9, U, S, Comp. Statutes, 1901, p. 9391).°7

(Note :—Sinee the above deeision the rules of practice
have been amended as to jurisdiction of officers who pass
upon motions to dissolve.)

4. Declaration of Interference Is Within the Discre-
tion of the Commissioner, Sce, 4904 commits to the jude-
ment of the Commissioner the effect of an application
upon & pending one as to whether it interferes with such
pending application; something more, therefore than
the effect of two applications, something more than the
mere assertion of a celaim, The assertion must be, in the
opinion of the Commissicner, an interference with an-
other, and it 1s this other that is first in regard, not to be
questioned exceept at the instanee of the Commissioner by
an exercise of judgment upon the cireumstances. Fw-
ing, Comnussioner v. U. S, ex rel. Fowler Car Co., 238 O.
G. 983, 244 U, S. 1.

J. Earlier Application Excluded in Case of Doubt.
When there 1s doubt as to whether the earlier applica-
tion discloses the invention in a later eontinuous applica-
fion involved in interference, the ecarlier application
will be excluded. Munwro v, Alerander, 106 O. G, 1000.

Mechanical Equivalent. An interference should be
declaved bhetween a patent and an application where a
claim of the application is the same as the claim of the
patent with the exception of one element which 1s a me-
chanteal equivalent of a like element of the pateuted
claim, FRead v, Seotl, 14 Gour. 2-4,

6. What Should Be Made Counts—Only Claims Pat-
entably Different. Where the claims are not patentably
distincet, an issue consisting of a single ecount will be suf-
ficient to determine the question of priority, and the
parties should be notified that if priority of invention is
awarded against them their claims which do not eontain
patentable subject matter over the issue, will be rejected.
Voley v. Wuest v. Doman, 111 O, G. 1627,
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7. No Interference When. A party is not entitled to
an interlerence if his claim when broadly eonstrued is
unpatentable, sincee a elam must he patentable befove it
can be put into interference. In ex parte Riddle, 145 O.
(+. 1021, Riddle asked to be put into interference with
certain claims of patentees Dement and 1ull and insist-
ed that the claims were patentable because patent had
been granted thereon, but it was held that when read
upon the Riddle structure 1t eould not be allowed beeause
he would have no right to make the claim and in this
respect the case was distinguished from that of In re Or-
cutt, 141 O. G. H067.

No interference will be deelared when it is apparent
From the outset that no patent can issue on an applica-
tion, since a party 1s not entitled to an interference ex-
cept as to an allowable application.  Crane, 106 O. G.
999, In an carly (1898) and important deeision 1t was
held that an interference should not be deelared where
one of the applications contained no allowed elaims.
ITionmond v, Hart, 83 O. Q. 743,

No Interference on Rejected Claims. No interference
will be declared on claims which have heen rejected.
Holland, 99 O. G, 2518; 1902 C. D. 199: Duker, 115
O. G, 803; Inre Ncill, 82 0. G. 749, 11 App. D. C. 582,

8. Prior Application—Reference to in Declaration. It
the application 1s elearly a division of, or a continuation
of an carlier application, the Primary Examiner should
so state. [f there is doubt upon this question, no refer-
ence should be made to an earlier applieation, the matter
being left for determination upon motion to shift the
burden of proof. (Sce Burden of Proof.) Jackson v.
Palten, 150 0. (. 265; Roulel & Nicholson v. ddams,
114 0. G. 1827,

9. Preliminaries to Declaration of Interference, Ie-
fore a deelaration of interference atl preliminaries must
be settled by the Primary Examiner, and the issue must
be clearly defined; the invention whiceh is to form the
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sibjeet of the controversy must be decided 1o be patent-
able, and the elaims of the respective parties must be put
in such condition that they will not require alteration
after the interference shall have been finally decided,
uttless the testimony adduced upon the tral shall neces-
sitate or justify such change, Rule Y0,

10. One of the Applications Should Be Ready for Al-
lowance. Before an interference between two pending
applications is declared, one of the pending applications
should be placed in condition for atlowance. Spoon, 97
O. G. 176, 1901, C. D. 188.

11. Claims Not Forming a Part of the Controversy
Need Not Be Considered. When one of the interferinge
applications is in coudition for allowanece, 1t there be any
claims 1n the other application which are not to form
part of the controversy, or never could form part of a
controversy, it 1s not necessary that they should be con-
sidered before declaring the interference. Spoon, 97 0.
G. 176, 1901 C. D, 188.

12. Effect of Putting a Claim in Interference. Iut-
ting a claim in interference 1s an allowanee of the elaim.
Laceer v, Drowning, 100 O, G. 231, 1902 C, D. 230; Iicece
o enwick, 14 Gour, 3-7. Tn the forezoinge eases there
had been no allowance of the claims of one of the parties
prior to the declaration of interference. IF any question
Is raised on such state of the record it should be by mo-
tion to dissolve upon the ground of irregularity n de-
claringe the interference. in an earlter case (1898) of
Hammond v. Hart, 83 O. (r. 743, it was held that where
otie of the applications contained no allowed claims the
interference should not have been deelared.

13. Claim Suggested by the Examiner, Rule 96. The
Lxaminer has the right and it 18 his duty under Rule 96
to sueeest elaims,  The purpose of the praetice of sug-
eesting claims is not for the purpose of avoiding inter-
terences between “applications beeause of some differ-
enees in the form of clatms, but merely by suggestion to

6



Leing the parties together upon an issue which shall he
as nearly as possible the same as the elaim of the parvties
e a8 to reduee 1o the minimum the chances for notions
a1l controversies durine the progress of the interference
based upon differences between the claims,  Thompson,
08 0. G. 227, 1902 C. D. 6; Myers v. Brown, 112 0, G.
2()4).3,

Rule 96 provides the conditions under which the I9x-
aminer may suggeest claims to dpplicants and when claims
are stugeested thereunder the apphicant should make the
elaims n the precise words suggesied it they are appli-
cable to his structure, but at all events should vary there-
from as shehtly as possible,  Brawcht v, Murdock, 13
Gour, 66, I the applicant fails to make the celanns sug-
aested within the time speeified, such failure or refusal
shall be taken, without further action, as a4 diselaimer of
the invention covered by the claim. (Rule 96). Where
one party claims only a part of a combination ¢laimed by
annther, such combination elainm should not be sueeested.
Mercer, 1950, G, 1017 (19138) ; HTaundenschild v. Huyek,
164 O. G, 515 (1911), The Examiner may sugoest the
clatms of a patent and unless such claims are made by the
applicant, his claims may be rejected and the correctness
of the ruling may then be questioned on appeal. Curd
v. Card, 112 O. G, 499 (1904). Avoiding the languages
of patented claims to avoid an interference will not he
permitted where the inventions arve the same. Caird v.
Cuard, supra. The Ioxanminer should not sugeest elais 1o
other applicants who disclose the process but celaim only
the apparatus for carrying out the process. Werener,
159 0. G. 197 (1909). A party may not arcue the pat-
entability of suggested celaims before the interference is
declared. Sutlon v. Stecle, 107 O. G. 541, A party to
whom claims are suggested can cither make them, refuse
to make them, or make them under protest, after which
he may make a motion to dissolve, but if he refuses to
make them the Commissioner will not review the ques-
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{ion under his supervisory authority. Samboni, 20 Gour.
D214 Eiehelberger & Iibner v, Dillon, 129 0. G. 3101,
Where an applicant is eniitled to an interference with a
party who is already involved in a different mterference
on different subjeet matfer, his application should not be
held until final termination of the first iterference, but
the Examiner should request jurisdietion of the applica-
tion involved in the first interlerence for the purpose of
declaring a new interference.  Brakey, 156 0. G, 797
(1910) ; Moore v. Hewitt v, Polter, 115 Q. G, 509 (1905).
Since under Rule 96 the Examiner may fix the time with-
in which a party shall make suggested claims, if the ap-
plicant is unable to make them within the time speeified,
he may, upon proper showing, have the time extended.

Iellmund, 141 O. G. 565 (1909),

PARTIES TO INTERFERENCES.

14, Arrangement of Parties. It is the duty of the Isx-
aminer under Rule 97.10 arrange the parties to an inter-
ference in the inverse chronological order in whieh they
filed the applications dirveetly involved in the imterfer-
ence. Roulet & Nicholson v. Adams, 114 O. G. 1827
(1903) ; Juckson v. Palten, 150 0. G. 265 (1910) ; Stee!
(: Steel v. Meyers, 205 O. G. 1021 (1914).

Who Are Proper Parties. Only those who ean make
claim to all the counts should be made parties, and 1f
there is another party who can make some of the counts,
but not all of them, a new interference should be declared
between his application or puatent and the other appli-
cations containing like elaims, Dow v. Benson, 107 O.
G. 1378 (1903). An assignee may prosecute an interfer-
ence where the assignor refuses to prosecute the same.
Such right of an assignee may be determined upon mo-
tion. Adams, 119 0. G. 650 (1905); Lotiridge v. Ifus-
tice, 121 O. G. 689 (1906). An execlusive licensee will
not he permitted to intervene so long as the lieensor 1s in
cood faith prosceuting the same. T'he National Ratlways
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Maierwals Co., 129 0. G. 481 (1907). Judement may be
rendered against such parties as fuil to overcome, in their
preliminary statements, the prima facie case made by the
party first £tine. Swaren v, Sandage, c¢le.,, 17 Gour.
341 (Apr., 1905),

15. New Parties may be added to an interference, but
that does not extend the time of the original parties for
making a motion to dissolve to 30 days rrom the date such
new party 1s added. Pownsend v, Ehret ele., 137 O. G.
1484 (1908). It is too late to add new parties after
decision on priority has been rendered by the Bxaminers
in Chief and the Commissioner, Corey & Balker v. Trout,
39 0. G. 2547; 1002 C. D. 195. One who does not claim
all the counts can not be added as a new party, but where
1t appears that an applicant can make part of the counts
the Kxaminer should request jurisdiction for the purpose
of declaring a new interference with the parties who
make the same counts. Dow v. Denson, 107 O, G. 1378
(1903). Where 1t 1s found on motion to dissolve that
one of the parties has no right to make the claims, the
interference should be dissolved as to him and continued
as to the other parties. Maxiwell v. Byron v. Henry, 98
O. G. 1968, 1902 C, D. 67,

16, A Sole Applicant May Be Placed in Interference
With Himself and Another as Joint Applicants. Gilbert v.
Gilbert & Iandley, 160 O, G. 775 (1910). A sole appli-
cant can not claim the benefit of an earlier application
filed by himself and another. IMaskell v. Miner v. Ball,
109 O. G. 2710. A joint application can not be changed
to a sole application by motion. Sole inventors and joint
mmventors are distinet entities. Gassanw & Marklein v.
Odell, 190 O. G. 1028 (1913).

17. Notice to Parties. Rule 153 provides that in
contested cases, reasonable notice of all motions and
eopies of motion papers and affidavits must be served,
as provided i Rule 154. Proof of serviece must be
made betore a motion will be enfertaihed by the office.
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Motions will not be heard in the absenee of either
party, except, upon default affer due notiee.

What amounts to reasonable or due notice has bheen
defined by the decision whieh will be hereinalter set
Forth,

Rule 154 provides Tor the wiving of due notiee to the
opposing party of the fakine of testimony, as to the
time when and the place where testimony will be
taken, of the ceause or matter in which they will be
used, the names and residences of the witnesses o be ex-
amined; that the notice shall be sueh as to give the
opposing party or his attornesy full opportunity to be
present, and cross-examine the witnesses, 1 witnesses
are examined who are not vawed in the notice and the
opposing party fails to object to the examination of
sieh witnesses, or cross-examine them, he waives his
riehit to objecet to such examination for want of no-
tice. The notice shall be sueh as to give the party rea-
sonable opportunity to travel io the place where the
festimony is 1o be taken, or to the place where the mo-
tion is to be heard.

18. Notice of Taking Testimony, which contains the
nantes and addresses of certain witnesses and contains
the added statement ““and perhaps others,” 18 not eood
exeept as to the witnesses named, Potter v. Ochs, 95 O.
(1. 1049, 3901 C, D. 39; Tripp e, Wolf . Joues, 108 0O.
(. D63, Notice by teleeram on Siaturday to take testi-
mony on Tuesday, which did not give the names and aed-
dresses of witnesses, but, followed on Monday with a
formal notice of the taking of testimony of R, ““and per-
haps others,”” was not sufficient, and testimony was
stricken out. Llies v, Friek, 160 O. G, 1040 (1910). No-
tice may be waived by econduct of atlorney who might
otherwise successfully urge objections to the notiee,
Munster v. Ashworth, 128 0. Q. 2035 (1906). Objection
to the insufficieney of notice should be urged at the carli-
est opportunity, or it will be deemed to have been waived.
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Nowlty v. Culler, 126 O, G, 389 (1906). In compitting
thne @ hoftee served on Saturday will be deemed to have
been served on Monday at the siane hour, for connsel egn
not. he cotmpelled to travel on Sunday, even it no objee-
flon to Sunday travel is rased.  Goodfellow v, Jolly, 111
(. (4. 1940, Time to commmunieate with client should he
eiven eounsel, in determining whether reasonable time is
civen.,  Goodfellme v, Jolly, 111 O, G, 1940, Notice
served i Chicago to take testimouy in Krie, Pa., less
than two dayvs thereafter, 1s not reasonable notice. Tripp
v Wolf v, Jones, 108 Q. G. 563, |

19. Service of Notice. The notice of talking testimony
or any motion, must. be served upon the attorney of ree-
ord, il there be one, or, it there be no attorney of record,
upon the adverse party, .\ stipulation in writing, signed
by the attornevs and filed 1n the cause, dispenses with the
necessity ol notiee,

20. How Served. There are five wavs of serving no-
tices: 1, by dehivering a copy of the notice to the ad-
verse party or his attorneyv; 2 by leaving a copy at his
usual place of business and with some one 1n s employ-
nment ; 3, when he has no usual place of business, then by
icaving a copy at his residence; 4, by registered mail,
amd 2, by express.

21. Notice of Motions, Petitions, Etc. Notice to an at-
torney of a party is notice to him whether he has actual
notice or not, White v. Hewilt & Nolen, 115 Q. G. 1847
(1005). A motion will not be entertained when no notice
was served on opposinge party.  Hansen, 117 O. G. 2632
(1905). lake notice must also be given where a motion
s renewed, Dyson v, Land, ele., 1333 O, G. 1679 (1908).
Notice of petition must be given,  Llobin v, Muller &
Bounett, 307 O. G. 2527 (1903). Where a party is rep-
reseuted by more than one attorney of record, a notice
signed by one of them is sufticient. IHHeyne, Hayward &
MeCarthy v, DeVilbiss, 125 O, G, 669 (1906). Itis with-
in the disceretion of the Examiner of Interferences to dis-
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pense with notice of a motion to extend time for filing
preliminary statement.  Neeler v, Bailey v. Davis, 14
Gour, 82-1 (Dee., 1902); Owick v. McGee, 107 0. G.
1376, Copies of affidavits must be scerved five days be-
fore the hearving unless they ave reply affidavits, in whiceh
case they should be served before the hearing,  Brown wv.
Stroud, 122 O, G, 2688. In all cases where service 1s re-
quired by the rules, proof of service must be made under
wule 104, Allen, Commissioner, 127 O, G. 2398 (1907) ;
Lipe v. Miller, 105 O. (.. 1532 (1903

22. Sufficiency of Notice. A notice delivered by pri-
vate messenger on Saturday afternoon to the office of
counsel, notwithstanding Saturday afternoon is a legal
holiday in Washington, is good, where counsel 1s given
ample time to prepare tor the hearing, and it appearing
also that counsel actually received the notice on Monday
afternoon. Goodfcllow v. Jolly, 115 O, G. 1064. Where
the attorneyvs for both parties resided in the same city
and notice to lake testimony was served at 10 a. m. to
take testimony at 2 p. n. of the same day, it appearing
that the attorneys for both parties appeared, it was held
that the testimony should not be stricken out, notwith-
standing the objection 1n the reecord of isufficient no-
tice and a refusal to eross-examine. LRoberts ». Webstcer,
115 O. G. 2135 (1905). A notice given 1n New York City
on June 22, that testimony would be taken in Troy, N.
Y., on June 24, was held insufficient. ZLanderson v.
IHanna & Hanne, 178 O. G. 586 (1911). An affidavit op-
posing a motion to dissolve, served four days before the
hearing was held insufficient notice. Thieme v. Bowen,
21 Gour, 70-13 (Aug., 1909).

ISSUES.

23. The Issues. The issues in an interference are the
counts—the claim or elaius,
The Issue Must Remain Fixed, It is necessary to order-
Iv procedure that the issues remain fixed throughout the
12



interference proceeding, To permit a parvty to change
the issue by adding new matter, would lead 1o the great-
est eonfusion.  Brill & Adams v. Uebelocher, 99 O, G.
2966, 1902 . D. 220.

4. Construction of Issue—Terms in Claims Should Be
Given Their Ordinary Meaning., The reasonable presump-
tion 1s that an mmventor intends to proteet his invention
broadly, and the seope of the claimg should not be re-
stricted bevond the fair and ordinary meaning of the
words, except for the purpose of saving them from in-
validity. Aundrews v. Nilson, 123 O. G. 1667; Esch-
nyger v. Drummond, ele., 121 O, G, 1348,

20. Claims Broadly Construed. (See Kxception, Sec.
39.)

While the applications are pending in the Patent Of-
fice, the elaims will be construed as broadly as the ordi-
nary meaning thereof will parmit. Junge v. Harrington,
131 O. G. 691; Miel v. Young, 128 O. G. 2532, 29 App.
D. C. 481 ; Buwrber v. T'ransuc, 19 Gour, 34-6; Kirdby v.
Clements, 216 Q. G. 1319, 44 App. D. C. 12,

Issue Construed as Broadly as Disclosures Warrant. A
limited eonstruction should not be foreed upon a broad
claim In order to free a party who had asserted sueh
claim upon the. supposition that he was the first in the
ficld, from the exigencies of the situation into which he
was forced by the subsequent appearancee of another
parthy who ercated the broad subject matter of inven-
tion of an carlier date, Viele v. Cummings, 19 Gour, 2-6;
Monte v. Dunkley, 245 0. . 278.

26. Estoppel to Urge Limitations Upon Issue. A party
who first presents elaims should not be later heard to
urge hmitations upon the terms thereof which might
readily have been expressed therein, had it been intend-
ed that they should be so restriected. Junge v. Harring-
ton, 131 O. G. 691; Paul v. Hess, 113 0. G. 847; Leon-
ard v. Horton, 189 O. G. 781, 40 App. D. C. 22.
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27. Language of the Issue Should Not Be Given a
Forced Meaning. Nor should it be given a meaning
founded upon specifie dilferences in {he deviees ol the
partics which arve not set forth in the issue. Lemp v,
DRandall & Dates, 123 O, G, 5492 Phillips v. Sensenich,
132 0. G, 677 (1907). )

28. Construction Where Applicant Copies Claims of a
Patent, Where the elaims of a patent are copied for the
purpose ol provoking an interfercnee, the claims are
construed in the light of the specifications of the patent.
Dowra v, 1011, 123 O, G, 1284 27 App. D. C. 291 Funk
v. Whilely, 117 0. G, 280, 25 App. D. C. 313 Eagel v.
Sinelarr ¢l al., 152 0. G. 189, 54 App. D, C. 212; Curtis
v. de Ferranti, ele., 171 O. G, 215; General Electric Co.
v. Steinberyer, 214 Fed, 781, 206 0. 3. 11061,

29, Are Construed in the Light of the Application of
the Party First Making Them. Sobey v. Holschlaw, 126 O.
G. 3041, 28 App. D. C. 65; Tracy v. Leslie, 14 App. D.
(. 126; Ructe v, Elwell, 15 App. D. C. 21 Neuberth v.
Lazotle, 141 O, G. 1165, 32 App. D. C. 329; Weslern
Lleetrie Co. v, Marting 182 0, (G, 723, 39 App. D. C. 147.

30. All Elements of the Claims Must Be Assumed to Be
Material. Jones v. Wolff, 17 Gour. 52-8; Collom v. Thur-
man, 131 O, G, S39; Streal v». Freekelton, 87 O. G. 695 ;
Wilson & orest v. Fllis, 211 0. (1. 286, 42 App. D. C.
202; Dijwr v. Rushmore, 246 0. G, 301, 46 App. D. C.
299, .
31. Different Inventions of Different Parties Defined
by the Same Claims. When the same language is used by
different parties to define different inventions, 1t is clear
that the language of the claims must he ambiguous or
imdefinite, and should be amended to clearly distinguish
the mmventions before issue of patents thereon. Alfree
v, Sarver, 122 0. G. 2391 ; Pocdelsal: v. MeITnnerncy, 120
0. G. 2127, 26 App. D. C. 399.

32. Construction in New Art. A limited construction
will not be put upon terms of a claim where 1t appears

14



that the art is comparvatively new and the terms used
have nol acquired a fixed and definite meanine therein,
Lindmark v, Hodglkinson, 137 O, G, 228, 51 App. D. C.
612,

33. Necessity of Considering Prior Art. Where the
meaning ol the clanms of an interference are clear and
they read upon both parties, 1t is not error to refuse to
consider the elfect of the prior 'll'i. Creveling v. Jepson,
206 0. G, 226, 47 App. D. C.HO7

34, Vague and Indefinite Counts I the elaims are so
vacgue and indefintte as to be susceptible of various mean-
ings, the interference should be dissolved, or the claims
amended (See, 31), DBriggs v, Lillie, ele., 116 O, G, 871
(190+4).

3d. Exception to Broad Interpretation. Where therc
s a clear difference 1 the structures making the claims
wholly without point when applied to one, the claims
should be eiven o reasonable interpretation, consistent
with the specification in which they originated to the end
that the real mventor may prevail. Mwrphy v. Cooper,
228 0. G, 158, -1 App. DL C.307, They cannot be con-
strued so as 1o 1gnove hmitations which eive them life.
Glammeler v, Lisler, 253 O, (1. 259,

Whether a Party Has the Right to Make the Claim—
- Construction. A claim should be given the broadest
meaning consistent with its terms; but it eannot be en-
larged beyond the plain import thercof as set forth in
the speeification on which it 1s based. Sinclair v. Engel,

7 0. G. 769, 1909, 152 O. G. 489, 34 App. D. C, 212
leferent Partles Use Different Terms to Describe Same
Structure. 1t is immaterial that the parties use different,
terms to deseribe the same structure. Pralt v. De Fer-
ranti, cte., 148 O. G, H69. '

THE PRELIMINARY STATEMENT.

36. Filing of Preliminary Statement. Afier the issues
of an interference have bheen fixed, the next step required
15



of a party is to file a preliminary statement,  The office
fixes the time within which the parties shall file their
statements. What a prehiminary statement shall contain
18 set Forth in detail in Rule 110, The statement should he
prepared with great care for it is very difficult to obtain
leave to amend. The rule itselt eontaing a caution to
the practitioner that the statement should be carefully
preparced and that the parties will be strietly held in
their proofs to the dates set up therein. 1t a party prove
any date earlier than alleged in his preliminary state-
ment, sueh proof will be held to establish the date al-
leged and none other. The statement must be sealed up
before filing (to be opened only by the Examiner of In-
terferences as provided in Rule 111), and the name of
the party filing it, the title of the case, and the subjeet
nmatter of the invention indicated on the envelope. The
envelope should contain nothing but this statement.

Reasons for Requiring a Preliminary Statement. The
Preliminary statement is made in ignorance of the dates
claimed by the opposing party, and this 18 required for
the purpose of avoiding the temptation to frand. If a
party could make his statement after knowing the date
of invention claimed by his opponent, there would be
strone temptation to fraud and perjury. Davis v. Ocin-
paugh v. Garrelt, 104 O, G. 2440 (1903) 5 Woodward .
Kennedy, 104 0, G. 1393 (1903).

37. What Statement Must Contain. The allegations of
the statement must conform to Rule 110, henee a-state-
ment that the inventor reduced the invention to praectice
by constructing the devise, without any allegation as to
its suceessful use, is insufficient. Ordinarily an inven-
tion is not reduced to practice by merely construeting
the devise. The fact, 1f it be a fact, that the invention
is of such nature that no test of its practicability is ve-
quired, will appear on final hearing, but a party may not
be excused from alleging the use whieh he has made of
his devise, merely because he believes he is not required
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to prove use. Nlocke v. Durk, 189 O, G. 779, 1913 C. D.
8h; Wiiliwms v. Foyer { Kurz, 142 O, G. 1114 (1909).
Loose and careless assertions tend to diseredit the state-
ment,  dldes v Todd, 112 O, (i, 1479, The allegations
must, be clear and complete.  Shoemaker v, Sinlz, 125
0. G. 2074 (1906). Tneonsistent allecations will not be
aceepted. Robinson v, Copeland, 112 0. G. 501, 24¢ App.
D, C.GS; Guelt v. Trengoning, 114 0. (1. H44.

38. Who May Sign Statement. The inventor is of
course the proper party to sien the preliminary state.
ment, but if he refuses to do so, an assignee may sign and
file the statement. Reynolds v. Bean, 100 O, G. 17063,
1902 C. D. 307; Lotiridge v. Fustice, 121 0. G. 689
(190G). Upon a proper showing an assignee of only a
part interest may file under Rule 131.  Lotterhand v.
Cormwall, 148 O. G, 1344 (1009).

39. Motions for Extension of Time for Filing—How
Made., This motion should be made in accordance with
Rule 104, The motion should state the reasons for ask-
myr the extension. It must be vertfied, a copy served on
the other party or parties or their attorneys, together
with a notice of the time of hearing of such motion and a
proof of service of a copy of the motion and notice of
hearing should be filed with the motion. The granting
of the motion is within the diseretion ot the examiner.
Dailey v. Davis, 102 0. G. 819 (1903); Ohmer v. Nelh
& Tamplin, 118 O. G. 1686 (1905), 123 O. G. 998 (1900),
27 App. D. C. 319, The motion should state a definite
time of extension asked for, or it will be refused. Keech
v. Birnungham, 191 O, G. 2825,

40. Time for Filing Statement. Where a party is un-
able {o preparve his preliminary statement within the time
fixed, it 1s his duty to present the faets to the office and
ask for an extension of time, before he 1s in default, or
as soon as possible. Fowler v. Boyce, ete., 107 O. G, 543
(1903).

Filed After Expiration of Time, A preliminary state-
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ment filed nine days affer time expired, was aceepted,
reasonable diligence in proeurine the necessary data hav-
e been shown, Charllon v, Sheldon, 111 O, (1. 2.192,

41, Circumstances Warranting Extension. Tt iy not
possible to state any rule as to what cirecumstanees will
warrant an extension, for ecach ease must rest upon afs
own faets. A\ pavty must at all times act in good faith;
he must not be eareless or neelicent ;. he must exereise
reasonable diligence in prepavinge his statement and he
st not seek to take advantaee ol his opponent, Doblc
v. Kekart v, Henry, 110 O, G, GO4. Where it appears
From the showing made that a party, his assignee, or his
counsel, or all of them, have been negclicent or careless
i the matter of preparine and filing his preliminary
statement, an extension of fime will be demied. Ander-
son v. Peck, 133 O, (i, 229, 1908 C, D, 66; IHarlley v
Mills, 110 O. G. 604,

42. New Counts Added—New Statement Should Be
Filed. Where new counts ave added, additional prelim-

mary statements applying to the new eounts should be
filed. Halwood v. MeCormick, 16 Gonr, 84-9.

43. A Preliminary Statement May Be Taken as a Sub-
stitute for an Affidavit Under Rule 75. Forsyth v. Rich-
ards, 110 O, G. 1527,

44, Allegations as to Reduction to Practice. 1f merely
making the deviee is allezed 1t must be stated whether
such deviee was suceesstully used. Klocke v. Burk, 189
0. G.7T79 (1913).

Allegations as to Time, ‘‘In the carly spring of 19007’
means not carlier at the utmost than Marceh 1, 1900.

Richards v, Meisper, 114 Q. G, 183

45. Inspection of by Opposing Parties. The rules pro-
vide that where preliminary statements are filed and ap-
proved, the opposing parties wiil be permiited to see and
obtain copies of their opponenis applications and all of
the papers in the case and {o make motions for dissolu-
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tion within 30 days (Rule 122). Whipple v. Sharp, 98
0. G, 226, 1902 C. D. 5. |

46, Amendment of Preliminary Statement. A pre-
lmtnary statement may be amended under Rule 113,
which provides:  *In case ol material error avising
through inadvertence or mistake, the statement may be
corrected on motion (see Rule 155), upon a satisfactory
showing that the correetion is essential to the ends of
justice,  I'he motion to correcl the statement must be
made, if possible, betore the taking of any testimony, and
as soon as practicable after the diseovery of the ervor.”

Permission to Amend is Within the Discretion of the
Commissioner (cor the Iixaminer of Interferences in the
first instance). The rule requiring preliminary state-
ments is a salutary one, its obvious object being to elicit
from cach of the parties certain vital information before
any party is informed as to the statement of any other.
Owing to the purpose of the rule, the exereise of the
Commissioner’s diseretion m passing upon motions to
amend sueh statements will not he disturbed unless 1t 15
plain {hat there has been an abuse of that diseretion,
Thomas v. Weantraub, 177 O, . 772, 38 App. D. C. 281;
Brown v. Dyson & Laend, 188 O. G. 8§09, 39 App. D. C.
$15; Hammond v, Dasch, 115 0. (. 804, 21 App. D. C.
469 Cross . Plhillips, 148 App. D. C. 228, 237, 238;
Nelh (& Tamplin v, Oloner, 123 O, (i, 998 (1906), 27 App.
319,

It 1s within the diseretion of the Examiner of Inter-
ferences to permit amendment., RKarpenstein v, Ilertz-
beryg, 127 O, G 2393 (1907) ;. Klenk v. Kruse, 177 0. G.
1500 (1912) 5 Cramer & Hodge v. Carricr, 177 O. G. 769
(1912).

47. What the Motion Must Show. It is not sufficient
to show merely that the original stalement 18 1meorrect,
but it must also be shown that the error did not arise
from lack of proper care and diligenee in preparing the
statement. Becher v, Currier, 104 O, G. 2439 (1903).
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Not mercly a statement that the error was due to inad-
vertenee anet mistake, but a showing of facts which will
cnable the offiee (o judeo that there was inadvertence or
tnistake ana that amendment is essential 1o the ends of
pustice. Drown v, Weeney, 105 O, G, 260 (1903) ; Brown
v. Cutler v, Keelen, 104 O, (i, 1596, Where it is alleged
that the mistake is due to not understanding the meaning
of *‘reduction to practice,”’ it was held that 1t was the
party’s duty to discover the meanine of the allezations
which he made, or ascertain the meaning from his at{or-
neyv., Dunn v, Holliday, 119 O, G. 1261 (1905). Where
a party allewes that he stated the facts in his original
stafement as he believed them to be and subsequently
discovered his crror, it must also appear that he could
not have discovered the facts sooner hy cavefnl and dili-
cent seaveh, Hanullon ». Carroll, cle., 110 0. G. 2510,
Where i1t is alleged that an assience acceepted the state-
ment ol an assoctate of the mmventor, it must also be
shown that he made dilicent effort fo ascertain the faets
from others who would likely know the facts. Iannlton
v. Curvoll, c¢fe., 110 O. G. 2010, Where it is alleeed that
i party when preparinge to take testintony learned of an
carlier disclosure than that alleced 1n his statemeut,
Lthere must also be shown a zood reason for not discover-
ing the fact sooner. Fowler v. Boyce, cte., 108 O. G, H061.
Where a party seeks to amend by showing the making of
a model, he must show a satisfactory reason for omitting
it from the original statement, and also a good excuse for
delay in bringing the motion. Fullager v, Jungren, 114
O. Gi. 1650, Where [forgetfulness is alleged 1t must be
shown what effort. was made to refresh the affiant’s recol-
leetion originally or what steps were taken to fix definite-
Iv the dates alleeed.  Friestedt v. Harold, 116 O. G, H94
(1905). Tt must not only appear that there was errvor
in the orieinal statement, but that such errov could not
have been avoided by the exercise of rcasonable care in
the preparation of the statement. Neth & Tamplin v.
20



Ohwer, 116 O, G. 874 (1905). A party must not only
show diligence tn diseovering the faets, but also diligence
in bringing the motion to amend. Hock v. Hoplkins, 21
Gour. 67 (Aug., 1909).

48, Insufficient Showing, A showing to support & mo-
tion to amend a preliminary statement must be such as
to make it appear clearly that the error in the original
statement could not have been avoided by the exercise of
reasonable care in preparving it. A showing is insuffi-
cient to warrant amendment settine back the date of
conception and reduction to practice, where the moving
party files his motion after learming of his opponent’s
dates and he fails to set forth fully 1the reason he was
unithle to learn of and set forth che carlier dates 1 the
first tnstance, Nelh & Templin v. Ohomer, 116 Q. G. 871
(1905). WSinee a party must show due diligencee in pre-
senting the motion, a showine that the delay was ocea-
sioned by newotiations for settlement is not a sufficient
excuse for such delay. DBradley v, Midgelt, 150 O. G.
1042, 1910 C. D. 24, A showing is insufficient when it
is not made Lo appear that due diligenee was exercised
o ascertain the true faets alleged to have been erroncous-
lv stated, or omitted. Ifock v. Hoplins, 21 Gour. 67
(Aug., 1909). Showings are also insufficient in the fol-
lowing instances: Where one seeks to carry his dates
back of his opponent’s dates, but no good reason 1s shown
why the correct dates were not discovered and alleged
oviginally. Frcistedt ». Harold, 116 O. G. 594 (1905).
Where the motion 1s upon the ground of newly discov-
cred evidence from a proposed witness and it does not ap-
pear why the laels were not discovered betore. Mellarg
v. Schmudt & Mayland, 105 0. G. 263 (1903). Where
the ground was newly discovered evidence and it 1s al-
leged that a search for certain evidence in the past was
not. successful, but no satisfactory explanation is given
why the search could not have been completed in time
for the original statement instead of after learning his
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opponent’s dates. Ioyt v. Sanders v. IHlawlhorne, 119
O. G. 1260 (1905). Where it was alleged that a mistake
was made by the inventor as to what was meant by ““re-
duction to practice,” bhut there was no explanation of
what the mistake was, or how il arose, and the dates he
desires {o allege are not given. Fowler v, Boyee, ele., 107
O. G, o (1903). Where it 1s not, shown that the party
informed his attorneys ol all the Faets, and it is not
shown that he used the utmost diligenee in trying to find
the alleged new evidenee hetore making his preliminary
statentent. Sceberger v, Russell, 107 O, Gl 2528 (1903

Where a party discovers the error in his original state-
ment and makes no effort for a lone time to discover the
true faets and does not use diligence in presenting his
motion to amend., Aikins v. Paul v. Johnson, 94 0. G.
1185, 1901 C. D. 35, Where a party mm making his pre-
lHminary statement was aware of the tacts, but not of the
force and effeet thereof, Thomas v. Trisscll, 1901 C. D.
200, 97 O. G. 1598; IFranklin & Norton v. Cooley, 1901
C. D49, 95 0. Q. 2063; where the facts alleeed show
that the error was one of law and not of fact. Dalgren v.
Crocker, 98 O, G. 258G, 1902 C. D. 107; Miller v. Wal-
lace, 131 O. G. 1689 (1905); Bousal v. Gilmore, 106
Glour, 82-3; Fowler v. Boycee, cle., 108 O, G. 561. Where
a party makes up his preliminary statement from mem-
ory and al'ter looking up the records discovers that he
made a mistake. King v, Hansen, 101 O, G, 1129, 1902
C. D. 378, Where a party states that the ntmost dili-
cenee was excrelsed in making the discovery of the new
faets, without stating what means were emploved and
the reasons why the same means could not have been
carlier employed. Seamen v. Liooks, 100 O, G. 685, 1902
C. D. 267, Where there 1s no reason shown why the
question could not have been considered in the first
amendment.  Dorg v, Strauss, 130 0. G. 2719 (1907).
Where there 1s no showing that proper care was cxer-
cised in preparing the original statement and no expla-
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nation as to how the original mistake oecurred, or why
1t was not sooner discovered. Jolnson v, lirckson, ele.,
131 O, G. 2419 (I907). A motion based on acls per-
formed abroad will not be constdered as any reason for
amendment.  fomnel v, Fullager, 114 00 G0 1561, A
Failure to appreaiate the seope ol the elaims is an error
of law and is no ground for amendwment. yder v. While,
145 O. G, 763 (19089). Where on aceount of the press of
business a party fails to mvestigafe letters and records.
Somerville v. Larmuth, 190 O, G, 1028 (1913). Where
the motion is based on statements made to a prior attor-
ney of record aud no affidavit from that attorney is filed.
Rechmulzer v. Devnegan, 193 O, G, 512 (19153). Wihere
the error is alleged to have been due to a misunderstand-
ing of a telephone conversation. feinhish & Moriarily v.
Congdon v. Kelsea, 106 O, G, 542 (1903). Where the
showing indicates carelesshess and neglicencee in prepar-
g the original statement, Lasch v. Hammond, 15 Gour.
ad-4 (May, 19053).  Where the error occurred by reason
of the attorney being engaged i other pressing work.
Jones v. Linn, 110 O. G. 1430.

49. Amendments Have Been Permitted. Amendments
have been permitted under the followimg circumstances:

Where the notice of declaration was not clear. Locker
v, Parr, 193 O, G, 220 (1913). Wiere there was doubt
as to a certain part ol a machine involved, and no testi-
mony had been taken., Carroll v. Stahlberg, 111 O. G.
1937. Where the aflidavit of the inventor was corrob-
orated by another and 1t was shown that due care and
diligence was exercised i the preparation of the orig-
inal statement, and that a bona fide mistake was made.
Dutterworth v. Bordl, ete., 13 Gour. 2-1 (Jan., 1901).
Where a party acted with diligenee in discovering the
mistake and moved to amend before any testimony had
been taken, and was diligent In preparing the original
statement, and that the amendment would not injure the
other party. Silver v. Kustis, 14 Gour. 4-8 (Jan., 1902).
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Where there was a bona fide mastake due merely 10 a
clerteal error, and there had heen no unrveasonable delay.,
Hanlton . Tde v, Lowenthal, 14 Gour, 49 (IF'eb., 1902).
Where there was a bona fide misapprehension as to the
sense it which the word “model™ was used.,  Day v, Adl
v Jardy, 125 0, G, 2765 (19G¢), Where the failure 1o
recall the carly disclosure was due to itlness.  Paul v.
Chapin, 187 0. G, 831, Where the grounds of amend-
ment. were based on records in the Patent, Office. Cramer
d* HHodge v, Carrier, 177 O, G, 769 (1912). Where there
was no atfempt made to change the dates and it was
shown that it would not injure the opposing party.- Wil-
liaems v, Liberman, 100 O, G, 1531, 1902 C. D, 205,
Where a party showed prior diligenee in making his orig-
imal statement and also made his motion fo amend before
any testimony had been taken and there would be no ad-
ditional burden or expense thrown upon the opposing
party.  MeDormoll v, Hddreth, 98 O, G, 1282, 1902 C.
D. 43, Where no testimony had been taken and the
amendment would not carry the date of reduction to
nriactice back of his opponent’s, and a reasonable excuse
is presented for delay i presentine the amendment.
(fales v, Berrigan, 100 O. G, 2321902 C. D. 232, Where
the eround was an aceidental discovery of a publieation
referring to the mvention, and this publication was not
discovered when the original statement was filed, al-
thouch a careful secarch had been made. Davis v. Ocunt-
pangh v, Garrell, 104+ O, G, 2440 (1903).

The Examiner of Interferences May Require Amend-
ment. Allyn & Turncr v. Ames, 21 Gour, 66-6 (Sept.,
1909).

90. Amendment After Taking Testimony., After testi-
nmony has been taken, an amendment fo set back dates set
forth in preliminary statement 1s open to suspicion and
will be received only upon a ¢lear showing of mistake,
and the moving pariy must be free from negligence, and
must show the utmost diligencee in seeking to correet the
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mistake. MeDermotl v, Hitdreth, 98 O. G, 1282, 1902 C.
D. 435 Pope v, Mims v, MeLean, 104 O, G, 2147 (1903) ;
Henderson v, Noakes, 1892 O, D 114, 5% O, G, 143

Dilss v, Cleverling, 112 0. G499, Changine the date of
reduction to practice will not be permiited where theve is
no showine of the utmost diligence 1 preparving the
original statement.  Loclkwoord v. Schoaudi, 100 O. G. 453,
1902 C. D, 255 Parker v. Lewis, 110 Q. G, 305, A elam
that the party making the statement did not understand
the terms used, is not sufficient,  Parker v, Lewts, 110 0.
(i. 305, That a party did not read all of the counts is
no exeuse,  Smilh v Tegraom, 131 O, G 2420 (1907). A
showing that a party made an investigition as 1o eertain
facts betore making his original statement, but which
failed to show that he exhausted every reasonable means
of obtaining the desired information, is not sufficient io
warrant amendment.  Floyd v, ohlfing, 133 O. G. 992
(1905). A\ motion based on testimony taken m a case
must point out the particular parts ol the testimony
upon which he relies to sustain his motion. Iloyd v.
Rohlfing, 133 0. G. 992, Where the opposing party had
not completed the taking of s testimony and the mo-
fion was based upon an accidental discovery of an ex-
hibil, which was dated at an earlier date than that set
forth in the preliminary statement, and other affidavits
were filed by parties who stated that they saw the exhibit
on the date alleged, and it further appearing that the
moving party had made diligent search for all of his
drawings previous to making his original statement,
amendment was permitted. Brewing v. Ridgely, 19 Gour.
65-2 (Aue. H, 1907). A party may not ecive notice of
infention to amend and then delay in presenting his mo-
tton until his opponent has completed takine his testi-
mony. Green v. Farley, 132 0. ¢, 235 (1907). Where
a party discovers o mistake in s preliminary statement,
he must ael promptly to correct it, and if there is any
delay, he must show a satisfactory excuse for the delay.
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Nent v, Wilson, cte., 137 O, G, 1943 ; Anderson v. Nilson,
105 O, G, 2059 (1903), A notice of intention to move
fo amend, given duringe the taking of testimony, must be
exitet, and explicit as to what amendment, is to be made.
Kent v, Wilson, ete, 157 O, G, 19013, Where a party
doubtled the accuracy of his oviginal statement at the
fime he made i, but made no thorough search for the
true facts, amendment was denied,  Wiitall v, Gillespie
v. Blaw, 171 O. G. 74+ (1911). The faet that a party
did not fully appreciate the elfect certain evidenee would
have upon the issue, but knew of the existenee of the
evidence at the timie he made his original statement,
would not entitle him to amend, Fhomus v. T'rissel, 97
0. G. 1598, 1901 C. D. 200. Where a party discovers
a mistake 1n his prelimmary statement and thereafter
permits his opponent to take and file his testimony with-
out giving notice to amend, the motion will be denied.
Mills v. Torrence, 98 0. G. 416, 1902 C. D. 17. In pass-
ing upon a motion to amend the Iixaminer of Interfer-
ences will not try the question of whether the allegations
in the motion arc true or false, before eranting or deny-
ing the motion. Mils v. Lorrcnce, 98 0. G. 416, To
warrant amendment al'ter the testimony has been taken,
the ground being newly discovered evidence, it must
clearly appear that the evidence could not have becen
discovered at the time ol the filing of the origimal state-
ment, Hordyce v. Taisey, 102 O, G. 821 (1903). Where
a party seeks to carry his date of coneeption back ten
years, basing his motion upon testimony taken in his own
behalf, the motion will be denied 1n the absence of any
sufficient reasons why the facts were not discovered at
the time his original statement was filed. Woodward v.
Kennedy, 104 O. G. 1393 (1903). Idven where the testi-
mony shows elearly that a mistake was made in the pre-
liminary statement, the amendment will not be permitted
in the absence of a showing of due care in making the
original statement. Woodward v. Kennedy, 104 0. G.
20



1393, Where a party had been notified that his state-
ment was indefinite, but no motion to amend was filed
until eight months Tater and after his opponent had
taken s testimony, and no satisfactory excuse given for
the delay, he was not entitled to amend.  Dicon v. Me-
Iilroy, 127 O, G, 2300 (1907),

01. Motions fo Amend When Reviewable. Consideti-
tion of motions to amend may be postponed uniil final
hearing in which case the decision of the ixaminer of
Tuterferences 1s reviewable by the examiners i chief,
Gammeter v, Thropp, 150 O, (¢, 266 (1913); Forsbery
v, Dradbury, 177 O, G, 239 (1912),

AMENDMENT OF ISSUE,

52. Adding:—Counts—-Rule 109,  After an nterfer-
ence has been declared, it often becomes tmportant to
add new counts {o an mferference. This may be done at.
any thime within thivty days atter the prehminary state-
ments of the parties have been filed and approved. One
who desires 1o add new counts should make a motion to
amend in accordance with Rule 109 and Rule 153, the
fatter rule applying to giving notice of the motion 1o the
oppostnge parties, serviee of coples and proof of service.
The procedure should tollow Rule 124 as amended May
7, 1914, whieh though applymme to motions to dissolve,
has been held to be applicable and the proper practico
on motlions to add counts. Townsend v. Copelund wv.
Iobimson, 126 O, U. 1355 (1907).

The motion to amend the application should contain
the elaim or claims which the moving party believes
should be made the basis of interference between himself
and the other parties, It should contain a statement that
it i1s believed the clanns ave patentable and should be
made an issue in the interference, and it should be point-
ed out specifically wherein the elaimg which it is desired
to add are applicable to the structure of each of the par-
ties, and must not be conditional or with a proviso.
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dAmes, Jr., v. Byan, 238 0. G. 1639 (1917); Whecler v.
Palmros, 133 0. G. 230 (1908).

The purpose ol Rule 109 1s to enable a party o elaum
a patentable invention which he shows and deseribes,
but has not cluimed, and which the opposing parvty has
claimed.  Perrussel v. Wickmann, 99 0. (. 2970, 1902
C. D. 228, A further purpose of the rule is that an in-
terference may be made to completely cover the patent-
able invention which is common to the applications in-
volved., [flecce v, Femeiek, 97 O. G, 18§, 1901 C. D. 143.
And to avoid a second interference, Townsend v. Cope-
land v, Robinson, 126 O. G. 1855 (1907),

Since it is the purpose of Rule 109 to give a party to
an interference full opportunity to put in issue matter
which he may think patentable or common to the inter-
Ference applications, but whieh was not imeluded in the
interference as originally declared, 11 he fails to take
advantage of this rule while the interferenece is pending,
he is estopped thereafter from presenting broader elaims.
Inre Capen, 214 O, G, 685, 43 App. D. C. 342; Capen,
214 O. G. 683 (1914) ; Sutton, Steele & Steele, 121 0O, G
1012 (19006).

53. An Appeal May Be Taken from the decision of the
Law Examiner refusing a motion to amend, to the Iix-
aminers in Chief 1 the first instance, but the appeal
must be inter parics. Rule 124, Since the amendment
of Rules 109 and 124, May 7, 1914, when a motion to
amend is made, if found in proper form, it will be trans-
mitted by the Commissioner to the Law Examiner and if
the Law Kxaminer renders an adverse decision, he shall
fix a limit of appeal, not less than twenty days, for ap-
peal to the IBxaminers in Chief, and if the appeal is not
taken within the time fixed by the Law Examiner it will
not be heard except by permission of the Commissioner.
In Townsend v. Copeland v. Robinson, 126 O. G. 1355
(1907), 1t was held that the reasons which led to the
change in Rule 124, set forth m Neweomb v. Thompson
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(122 0. G. 3012}, apply with nearly the same foree to
motions under Rule 109, hence it was held that the
proper practice was to follow the procedure under Rule
124, The reason for allowing such appeal is that a final
adverse decision rendered on such motion wounld obvious-
Iy constitute ground for refusing such claims presented
after the conclusion of the interference. Morliimer v.
Thomas v. Brownson, 192 0. (. 215 (1913).

94, When Motion Must Be Made. Rule 109 provides
that a motion to amend may be made at any time within
thirty days after the prelimmary statements of the par-
ties have been received and approved. However, for
various reasons, motions have been presented long after
the thirty days’ limit therein stated, henee there have
been many rulings applying to the particular facts pre-
sented.

99. Reopening Interference to Amend Issue, After
the expiration of the time allowed for bringing motions,
and after a decision of the Law Examiner on a motion to
dissolve has beeonte final, the interference will not be re-
opened to amend the issues, ‘espeelally where there 1s no
valid excuse shown for delay in bringing the motion.
Tenorance of the provisions of Rule 109 is no excuse.
Kimball v. Sharples, 21 Gour. 68-10 (Aug., 1909) ; Davis
v, Zellers, 167 O, G, 513 (1911). But tt would seem that
upon proper showing an interference might be reopened.

56, Amendments Have Been Allowed Long After
Thirty Day Limit. Where a party was able to make sat-
isfactory explanation for the delay in bringing the mo-
tioh, as was the case in Beeker v, Ohis, 127 O, G. 1267,
amendment. was permitted after the thivty day limit,
But where the motion was made affer testimony was
taken, alleeing as the reason for the delay the fact that
the Examiners in Chief, on appeal on priority, found
that the moving party had no right to make the elaims,
which was contrary to the ruling made by the Primary
Examiner and the Examiner of Interferences, the motion
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wis properly refused as there was no exeuse for the
delay of six months after the decision of the Examiners
in Chiel, (Distincuishing Beeker v, Ohis, 127 0. Q.
1267 : Hanan & Gates v, Marshall, 21 Gour, H4-106 (June,
1909).

57. Where the Necessity for Amendment Did Not Arise
Until After a Decision on Motion to Dissolve, it was held
that the motion to amend should be transmitied for the
reasons given in Decker v, Olis, 127 O, G. 1267;  Wal-
Liams v, Gibban, 20 Gour. §2-F (Nov, 1908). New
counts will not be admutted after partial dissolution
where proofs as to the same may be presented in connee-
tion with the counts remaining, Scott v, Emmett & I cw-
letl, 119 O. (. 2233 (1905).

08. Adding Counts After Taking Testimony., Where
testimony has been taken, the Kxaminer should not sug-
eest new counts before judement on priovity.  Freceman
v, Purks, 117 O. G, 276 (1905) 5 Polter v. VanCleck v.
Thompson, 95 O, G, 2454 1901 C. D. 33 Newell v. ITub-
bard, 15 Gour. §2-35 (Dee., 1903).  Afier decision on
priority it 18 too late to amend by adding new counts,
Safert v, Mcyer, 109 O. (3. 1885.

99. Amendment Substituting Patentable for Unpatent-
able Counts. It has been held in Churehiward v. Douglas
v, Cutler, 106 O. G, 2016 (1903), that where some of the
counts of the issue are unpateutable and one of the par-
ties proposes amended elaims as substitutes for them,
they should be considered by the Primary Examiner, and
if found patentable he should sugeest them 1o the other
party and fix a time Lhmit within which such other party
may make them, and if he fails to make them within the
time, such Tatlure shonld have the same effect as sug-
aested claims under Rule 96, 1t was also observed that
at the time Rule 109 was adopted the practice of surgoest-
ing clanns had not been maugurated and that the prae- .
tice outlined in this case is not provided for in Rule 109
(Note: Iule 109 has sincee been amended). If new pat-
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entable counts are proposed after the original counts
have been held unpatentable, on the evidenee taken, the
interference may be redeclared and a motion under Raule
107, to use the testimony previously faken, would be in
order. Drooks v, Poote v. Wenl, 108 O. . 2587. "The
forecome deeisions arve given for the purpose of assisting
the practitioner in inferpretine Rule 109 as now 1n
foree.

60. Adding New Counts by Stipulation. Necw countg
may be added to an interference by motion sighed by all
the parties to the inferference, if the Law Ixaminer
holds the proposced counts to be patentable, thoueh there
are no rules providing {or such practice. RReese v. Fen-
wick, 99 0. G. 669, 1902 C. D. 145; Norman v. IXrimmel-
bein, 115 0, G, 249.

61. Proposed Counts Must Be Patentable. The Law
Lixammer should decide whether the proposed counts arc
patentable. IV so, they shiould be ineluded in the inter-
ference, and if not, he should make a speeifie ruling {o
that elfect, civing his reasons thevetor, and the amend-
ment should be refused admission, and the party whose
motion 1s denied may then appeal to the lixaminers in
Chief. Hecee v. Femweiwek, 14 Gour, 3-7 (Ifeb., 1902);
Iilard v, Fisher, 101 O, i, 2290, 1902 C. D, 448; OQ’Con-
wor v. Vanderbilt, 102 0, G, 1782 (19043).

62. Proposed Counts Must Be Such That All Parties
Can Make Them and Patentably Different ‘From Those Al-
ready in the Interference, O 'Connor v. Vanderbilt, 102
O. G. 1782 (1903) 5 IHollificld v. Cummings, 154 0. G.
V107 (1910) 3 Maore . Hewdlt v, Poller, 115 0, G, 509
Hicks v, Costello, 1053 O, G, 1163 (1903) 3 Townscnd .
Copeland v. Robinson, 1241 O, (3, 623 (19006).

63. Questions Considered on Motions to Amend, A
nmotion to amend raises the question of the patentability
ol the proposed counts; the richt of the partics to make
them and all crounds raised i opposition to the motion,
hut the same questions will not he again considered on a
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motion to dissolve. Rule 109. Dunlap v. Creveling v.
Rector, 21 Gour, 67-8 (Sept., 1909) 5 Lotlerhand v. Corn-
wall, 154 O, G. H15H (1910),

64. After a Motion Has Been Transmitted, additional
claims not set out in the original motion, will not neces-
sarily be considered by the lixaminer.  Mattice v. Lang-
worthy, 132 0. G, 678 (1907).

DISSOLUTION.

65. Dissolution of Interference—Rule 122. Rule 122
sets forth Three separate and distinet erounds for dis-
solving interferences.

1. That there has been such informality in declaring
the same as will preclude a proper determination of the
question of priority of invention,

2. On the ground that the claims of the issue are not
patentable.

d. That a party. has no right to make the claim,

It has been held that the three groands for dissolution
mentioned in Rule 122 relate respectively to very differ-
ent matters and should not be confused, one with the
other. NWaczander v. Hodges & Iodges, 118 O. . 836
Woochward v. Ncwlon, 86 O, G, 490, Owen v. Richard-
son, 111 O. G. 1037 (1904).

66. DMotion to Dissolve—In Gemneral. It should be
borne 1 mind in considering the older deeisions relatine
to motions to dissolve, that the rules were amended May
7, 1914 transferring from the Primary Examiner to the
Law lixaminer jurisdiction of motions to dissolve., 202
O. G. 634.

Motions fo dissolve must set forth definitely the
eronnds, upon which mofion is based and a failure to be
specific and accurate often results in denial of the mo-
tion, «df the ground is, that the issue is not patentable,
then the motion must clearly set forth why it is not pat-
entable. 1t must state how the patents cited anticipate
the issue, that is, whether cach patent anticipates the

32



1ssuie, or if not, how they are to be combined to show
anticipation of’ the issue. I there is more than one count
in the issue, it must be shown to what count the antici-
pating patents apply and how they apply. Rountree v.
Sloan, 189 0. i, 1231 (1913) ; Keyes & Kraus v, Yuncek,
182 O. G. 248 (1912 Vanderveld v. Smith, 159 O. ;. 490
(1910) ; Ileyne, ele. v, DeVilbiss, 125 0. G, 669 (1906) ;
Durlcigh v. Elliolt, 197 O, (i, 240 (19133).

A party may base his motion upon all the grounds
mentioned in Rule 122 and the Primary Examiner (Law
Examiner) is required to decide the motion upon all the
crounds and fix a limit of appeal as to those grounds
upon which an appeal may be taken., Ilopfelt v. Llead,
106 O. G. 767 (1903) ; HNdham & Padbury v. Pcel: el al.,
099 0. G. 670, 1902 C. D. 148; flcad v. Seoll, 14 Gour.
3-5 (Jan., 1902); Ilinklcy v. Baker, 97 O. G. 2742, 1901
C, D, 236; Owcen v. Richardson, Jr., 111 O. G. 1037.

The several grounds mentioned in Rule 122 have sep-
arate, distinet and well defined meanings, and the mo-
tion should not state the facts in such way that the Iix-
aminer will not be able to determine what facts are re-
liecdd upon to support cich separate ground for dissolving
the interference, The Examiner is required to decide
the motion upon cach eround atlezed and therefore it 1s
important that the motion should state what faets furnish
the reason for dissolving the interference upon ground
1; what facts furnish the reason for dissolving the inter-
ferenee upon ground 2, and what facts furnish the rea-
son for dissolvine the interference upon ground 3.
Woodward v. Newlon, 86 Q. G. 490; Virecland v. Fessen-
den, ete., 117 O. G. 2633 (1905) and same ease, 119 O. G.
1259 (1905); Dunker v, Reist, 119 O, G. 1925 (1905) ;
Thulen v. Young & Townsend, 118 O. G, 2251 (1905) ;
Klepethe v, Beceler, 120 O, G, 658 (1905); Owens v.
Richardson, 111 O, G. 1037 (1903).

We have seen by the foregoing decisions that the mo-
tion must be definite and certain as to how the faets apply
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{o cach eround stated in the motion, hut the question
often arises as to what is and what is not definite. 'Where
there was more than one count in the interference and
the moving party failed to speetfy whether his motion
was directed to all or only a part of the counts in 1ssue,
and there was no speeifie statement as to which element
of the claims ave not supported by the original diselo-
sure, it was held that the motion should not be trans-
mitted. fiazolte v. Newberth, 124 0O, (. 1842 (1906).
Where the motion was on the ground of unpatentability
in view of eight references. of which it 18 stated *‘each
of the eounts is met by ecach of the patents singly or in
combination, ‘“it was held that the allegations were 1n
the alternative and mdefinite. Thullen ». Townsend, 150
O. G. 1312 (19%07). Where the allegation was that the
1Issue is nof patentable in view of certain refervences, bhut
it was not stated how these references are to be applied,
transmission of the motion was refused.  Phillips .
Scolt, 130 O, G. 1312 (1907). Where it was alleged that
cach of the eounts of the tssue is anticipated, or neees-
sarily limited, it was held that the allerations ave in the
alternative and the motion theretfore does not state which
counts are to he urged as anticipated and which limited,
nor does it show which patents are to be relied upon for
anticipation and which for restriction. Murphy v. Dor-
laned, 132 O, G. 231. Al the references must be put into
the motion when filed. A moving party will not be per-
mitted to cite certain references in his motion and then
state that he will cife others more than five dayvs before
the hearing, The motion would be enod as to the pat-
ents cited, but not as to any {hat mieht be thereafter
cited. Papendell v. Bunnell, cte., 131 0. G. 362 (1907).

67. References Discovered After the Motion Has Been
Filed or Transmitted. Tt a party ean make a proper show-
ine that he has discovered sinee the filing of his motion,
ot sinee 1ts transmission, a new and pertinent reference,
and a further satistactory showing that it could not have
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heen carlier discovered, he may, by civine due notice to
his opponent, have such reference considered as a part
of his motion. Kuris v. Juckson & Pieree, 98 O. G. 2568,
1902 C. D, 1063 Youny v. Fick, 113 O. G. d47. But
where no such showing is made a party will not be per-
mitted to arcue the pertineney of references not set out
im s motion.  Ihlhurd & Parsons v, Ilewlett, 19 Gour,
20-10 (April, 1907).

68. Omnly One Motion to Dissolve. A wmotion to dissolve
may not be presented in piece meal by presenting a mo-
fion on one ground and if it is dented, present another
motion upon & different ground. The whole case must
he presented n one motion.,  Richards v, Kletzher &
(foesel, 98 O, G, 1709, 1902 C. D. 62; Finch v. Singleton,
08 0. G. 1709,1002 C. 5. 61; Fyly v. Schultze, 117 O. G,
276 (1905).

69. Motion to Extend Time for Filing Motion to Dis-
solve. The granting or refusing of a motion to extend
time for filine motion to dissolve is within the diseretion
of the official before whom the motion is filed. Fgly .
Schullze, 117 O, G, 276 (1905).

70. Amendment of Motion. .\mendment of a motion
may be permitted and time ziven therefor, it it appears
fhat o party s acting in @ood faith., Jones v. Hulse v,
Mcelieitle, 21 Gour. 56-15 (July, 1909).

Questions involving priority are not presented by mo-
tions to dissolve and the Kxaminer should not pass upon
stich questions,  Clement v, Drown v, Stroud, 126 O. G,
2180 (1907) ;3 Wende v, Horine, 118 0. G. 1070 (1905).

71. Operativeness. On motion to dissolve on the
cround ol inoperativeness, it was held that the interfer-
ence would be dissolved whether the stracture of onc or
hoth of the parvties Is inoperative, but where a party
files o motion hefore the Iixaminer of Interferences foy
permission to take festimony on the ground that his op-
ponent’s structure is noperative, it 1s neeessary for the
moving party to show that the alleged ground of inopera-
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tiveness does not apply to his own siructure. This is
because if the struetures of both parties are inoperative,
there 1s no question of priority presented.  Clement v.
Drowne v, Stroud, 126 0. G. 2189 (1907); Dodwilch v.
Todd, Y8 Q. G. 792,

72. Informality in Declaring the Interference. Where
theve were 152 counts tn the interference, it was held that
the great number of counts would of itsell tend to pre-
chide a proper determination of priority, and under the
provisions of Rule 212, the interference should be trans-
mitied to the Primary Lxaminer to determine whether
the interference should not be dissolved and a reasonable
muaber of counts substitued for those forming the issue.
Ragena v. Harres, 150 Q. G. 266 (1909).

73. Defects in Oath. Where the oath filed with one
of the applications was administered by the attorney for
the applicant, the interference was dissolved., Reigger
v, Dedrel, 150 O, G 826 (1909). Where 1t was discovered
during the taking of testimony that there was an mforms-
ality in the oath of one of the parties and such party
promptly filed a corrected oath, the motion was denied.
Juckson v. Weber, 18 Gour. 84-13 (Nov., 15006).

74. Lack of Official Seal of officer who adininistered
the onth mayv be cured by proof that the officer actually
had authority to administer it. Dulkesmith v. Covington
. Turner, 126 0. G. 348. The lack of such seal is an ex
parte matter and not an 1rregularity warranting disso-
lution. Aucrbach & Gubing v. Wiswell, 108 O. G, 289.

75. Supplemental Qath. Where a party has filed no
preliminary statement, a motion to dissolve upon the
eronnd that the claim should have been supported by a
supplemental oath, should be transmitted for determina-
tion of whether a supplementfal oath is necessary, and,
if found neecessary and is not furnished within a reason-
able time, the iterference should be dissolved. Geold 2.
Diron, 1940, G. 1142, 1013 C. D, 217,

76. That the Issues Are Vague and Indefinite, are
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proper questions to raise. as eonstituting informality in
declaring an interfervence. flield v. Colman, 131 O. G.
1686 (1907); dnderson v. Vrooman, 123 0. G. 2075
(1906) 3 Dinkel v. D’Oliver, 113 O. G. 2507 (1903). An
interference is irregularly deelared where one of the
applications does not disclose the subjeet matter of one -
of the counts. Gilbert-Stringer v. Johnson, 102 O. G.
621; 1903 C. D. 20.

77. Abandonment. Where an abandoned application
1Is put m interference with another application, it may
be dissolved as irregularly deelared. Coulson v. Callen-
der { Callender, 101 O, G. 1607.

78. 'What Is Not Such Irregularity or Informality in
Declaring the Interierence as Will Preclude the Proper De-
termination of the Question of Priority of Invention. Mul-
tiplicity of counts is not an irregularity, if the counts are
separately patentable. Narman v. Krimelbein, 118 0. G.
2251 (1905). That the Examiner has not notified the
parties that the claims in issue ave patentable. Luger
v. Browning, 100 O. G. 231; 1902 C. D. 230. That a
party has stated in his applications involved in the in-
terferences that they are divisions of a prior patent
oranted to himyy Meyer v. Sarfert, 96 0. G. 1037 ; 1901
C. D. 91. That a party has rejeeted elaims and if they
should be decided to be patentable, a new interference
would be necessary. 1ruax v. Robinson, 13 Gour, 82-2
(Dee., 1901). Where no irregularity was pointed out,
and the 1ssue was construed as broad cnoueh to cover
the 1mventions of both parties. Gillespie v. Dean, 15
Gour, 83-7 (Nov,, 1903). That the claiins of tlic counts
cover two species of invention. Atherton €& Happ v.
Cheney, 111 O. G. 1040, That the suggestion of claims
was not authorized by the practice then in force. Mycrs
v. Brown, 112 O, G. 2003, The sending of a notice of
interference to a patentee referving to his patent as an
application. Guely v. Drand, 16 Gour. 50-4, That the
suggestion of, the claim in interference to the party by
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the Examiner, was improper, beeause said party had not
claimed substantially the same invention expressed in
sald claim, Weden v, Curtis, 117 O, G. 1795 (1905).
That the xaminer improperly sugeested elaims under
Rule 96. Temphin v. Serecant, 119 O, G. 961 (1905).
That the Examiner improperly issued a patent to the op-
ponent ol the moving party durine the pendencey of his
apphieation (That is a matter the ollice can not remedy).
Dwnher v. Reist, 119 0, G 1925 (1905). That the Ex-
aminer failed to include cevtam claims made by both
parties, where the elaims not inchuded are not patentably
different from those which were included, Gally v. BDur-
ton, 120 O. (. 325 (1905) ; Karll v. Love, 140 O. G. 1209
(1909).  Mere elerical errors whieh may be correeted by
a letter of the Primary xaminer calling attention to
them, does not warrant dissolution. Gally v. Durton,
120 O. G. 325 (1905)., The fact that the issue involving
a parent case could as well have been included in the
interfercnee involving a divisional application.,  Phillips
v. Sensciiek, 122 0. G, 1047 (1906). That the counts of
the interference are not patentably ditferent. I awhing
¢, Young, 21 Gour, 313 (May, 1909) ;. HelKeen v, Davis,
21 Gour. 84-7 (Aug, 1909). The fact that the Ixam-
mer formulated the claim sugrested for the purpose of
imterference, is not an informality in declarving the inter-
ference, Gold v, Divon, 194 O, G, 1142 (1913).

Irrecularities in the prosceution of an application
should not be confused with irresularities in deelaring
the interference. Colburn « Washbwrn v, Ilitcheock,
145 0. G. 1022 (1909).

A party who requests a declaration is not in a position
o urge iwrregularity in declaving it Wiekers & Iiurlong
v, Wernnurm, 117 O, G, 1797 (1902),

Where a party makes sugwested elatimg under profest,
it was held that while such faets maght warrant a motion
by such party to dissolve on the ground that he had no
richt (o make the claims, the same facts, however, would
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not sustain a motion to dissolve on the ground of m-
formahty and 1rregularity in declaring the interference.
Ihehelberger & Hitbner v. Dillon, 129 0. G, 3161 (1907).

Where the IExamincr includes in an interference
counts which he has held not patentable, such inclusion i1s
not an rreegularity m decelaring the interference, beeause
the party had a rvight to appeal on the question of the
patentability of those counis and they are properly re-
tained n the interference, but if he fatls to appeal within
the time set therefor, the interference stands dissolved as
to those counts. In such ease 1t 1s eustomary for the
Lixamimer ol Interferences, when the case is returned to
him from the Law Bxamner, to notify the parties that
the mterference 1s dissolved as to such counts. Halwood
v, McCormick, 16 Gour, 84-7,

79. Motion to Dissolve on the Ground That the Issue Is
Not Patentable—Who May Question Patentability of the
Issue. A party whose elaims are held not patentable can
not question the patentability of the elaim of his op-
ponent. Sowverign & Leuders v, Iallie, 185 0. G. 830
(1912). |

80. Who Has Jurisdiction to Determine Patentability.
A motion for dissolution was based on all grounds pro-
vided by the rules. The motion was denied by the Pri-
mary Examiner. A petition to the Commissioner was
filed, asking that the Kxaminer of Interferences be di-
rected to pass on the patentability of certain counts.
The Commissioner held that the Examiner of Interfer-
ences had no jurisdiction to.pass upon the questions
which were sought to he placed before him, because they
(o not relate to the question of priority. Wood v. Pfis-
ter, 154 O. G, 837 (1910).

The question of the patentability of the issue should be
aised by a motion to dissolve and will be determined by
the Law Examiner {formerly by the Primary BExam-
iner). The Court of Appeals, D. C., has held that the
question of the patentability of the issue i1s not a jurvis-
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dictional one which must be considered by each of the
tribunals called upon to pass on the question of priority
of invention i an interference proceeding. Johuson v.
Mueser, 29 App. D. C. 61, 145 O, G. 764. It is well
settled that the patentability ol the issue will be consid-
ered on final hearing only under the supervisory author-
ity of the Commissioner and in a clear case. Dixvon ».
Marsh, et al., 127 O. G. 1993; Sobey v. Holschluw, 126
O. G. 8041, 28 App. D. C. Gb; Poller v. Mclntosch, 127
0. G. 19935, 28 App. D. C. 510; Huber v. diken, 88 O, G.
1525, Where an applicant sought to present the ques-
tion of patentability on an appeal to the Commissioner
from a judegment of priority, it was held that the inter-
ference should not be dissolved, though had the question
been presented at the proper time by a motion to dis-
solve it would have been dissolved. De Farrantt v, Lind-
mark, 183 Q. G. 782 (1912).

81, Nature of Right to Question Patentability. A mo-
tion to dissolve on the ground of non-patentability is not a
matter of right under any statute, but is a matter ot pro-
cedure arvisine under the rules of practice, and the mov-
ine party appears in such motion merely as amicus cureda.
Whether a certain count is patentable is a question be-
tween the applicant presenting it and the office, as is
every claim presented in an application where there 1s
no opposing party. But following certain deeisions indi-
cating that it is of assistance to the office to have the op-
posing party argue the patentability of the issue, the
rules were amended to provide for appeals on this ques-
tion, inter partes. See Appeal, Kelly v. Dempster, 164
Q. G. 975 (1911); Gold v, Gold, 150 O, G. 570- 573;
Griffith v. Dodgson, 116 O, G. 1731 (1905) ; Lipe v. 3ll-
ler, 100 O. G. 1608:; Robbins v. Titus, 111 O. G. H81;
Patterson v. Heher, 192 O. G. 215 (1913).

82, Effect on Moving Party. Where an applicant
moves to dissolve on the ground that the ssue 1s not pat-
entable, his opponent being a patentee, sueh applicant is
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thercafter estopped from insisting upon the eclaims.
Weissenthauner v, Goldstein, 111 O, G. 810 (1904). A
patentee may not urge non-patentability of his claims.
Irend v. Miggett, 225 O, G. 619 (1915).

83. When Motion Should Be Made. The motion to
dissolve upon this eround should of course be made at
the time and as provided by the rules, but such motions
have been made at various stages of the proceedings.
Where the motion was made after the taking of testi-
mony, 1t was held that the interference would not be sus-
pended to consider the pertinency of a reference. To
warrant such consideration the anticipation must be
clearly apparent. Greham v, Langhaar, 177 O. G. 240
(1912). Where a party is an applicant and his opponent
15 a patentee and the applicant in response to a motion
to show cause why jJudgment should not be rendered
acainst him for failure to take testimony, no testimony
having Dbeen taken, moves to dissolve on the ground
that the issue is not patentable, the interference should
not be dissolved, but judgment should be rendered.
Smith v, Slocum, 123 0. G. 1990; 1906 C. D. 209.

84. Character of Showing Required. Where the mo-
tion to dissolve alleges that the counts are not patentable
In view of certain enumerated patents, if the moving
party i1s ol the opinion that cach of the references i1s an
anticipation of each of the claims, the motion should so
state. 1 not, the motion should enumerate the refer-
cenees in eonnecetion with the elaims {o which they will
be applied in the argument. If the contention of non-
patentability i1s based upon the theory of aggrecation, or
double use, or substitution of equivalents, i1t should ap-
pear in the motion, also the manner in which it is pro-
posed to combine the references. Heyne, Iayward & 3e-
Curthy v. DeValbiss, 125 O. G. 669 (1906). Iix parte at-
fidavits will not support the motion, for the reason, that
1 the interference is dissolved, the claims must be re-
jeeted and the claims can not be rejected on ex parte
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affidavits, FElhis v. Boyee v. Burchenal, 195 0. G. 273
(1918) ; Darrall o. Swingelhurst, 144 O, G. 818 (1909) ;
Ex purte Van Ausdel, 91 O, G. 1617; McKenzie v, (il-
lespie, ef al., 93 O. G, 2103,

Anticipating patents must be such as are not antedated
by the preliminary statement., Lorsyth v. Richards, 115
0. G. 1327 (1903), but in Martin v. Goodrum, cte., 130
O. G. 148D (1907), it was held that a motion setting up
such a patent as an anticipation should be transmitted
for the purpose of permitting the (Iixaminer) Liaw lGx-
aminer to cousider the pertinency of the reference and
permit Lhe filing of an affidavit alleging facts required by
Rule 75, outside those contained in the preliminary state-
ment.

2atents eranted on applications filed subsequent to the
date of invention alleged in the preliminary statcment
of one of the parties, are not anticipating patents which
will support a motion to dissolve an interference upon
the ground of non- [mlcntubility. Raymond v. Kitsel-
man, et al., 134 O, G, 2243 (1908). |

85. Appeal-—When Not Permitted (Sec Appeal).
appeal is permifted from a deeision of the Law lixaminer
affirming patentability of the issue. All 1nterlocutory
matters, such as motions to dissolve, are regulated by the
Patent Office rules and a party has no stiatutory rieht to
appeial on any question except a Judgment on priority
rendered in an interference, hence if he has a right to
appeal he must find that right in the Patent Office rules.
The Primary lixaminer is given authority 1o pass on
questions of patentability of the issue and neither the
statute nor the rules of the Patent Office pernnt appeals
from a decision rendered upon a motion for dissolution
aftirming patentability of the issue (Allen v. Lowry, 116
O. G. 2253) and it is only from decisions adverse to the
patentability ot the claims that an appeal will lie (Sobey
v. Holsehlaw, 126 O, G, 8041, 28 App. D. C. 65). As the
Primary Examiners are under the Comumnissioner, he
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may, where it is clear that gross error has been commit-
tedd 10 holding the issue patentable, exercise his super-
visory authority and take Jurisdietion of the question,
but sueh will not be exereised where there is merely a
difference of opimion on the part of the lower tribunals.

86. How the Question of Patentability of the Issue
May Come Before the Commissioner, The Examiner of
fnierferences, in his decision, and likewise the KExam-
iners in Chiet on appeal, are confined to the question of
priority, but if any other matter not relating {o priority
and which would amount to a statutory bar to the grant-
ing of a patent {o either of the parties, shall come to their
notiee, they may direcet the atiention of the Commis-
sioner to such matter under Rule 120, and the Commis-
sioner may, before judgment on the question of priority,
suspend the interference and rvemand the case to the
Primary Examiner, for his consideration of the matters
to which his attention has been dirvected, and from the
deeision of the Examiner an appeal may be taken. If
the Commissioner does not remand the case, the Primary
Exanminer will, after judgment, consider any matter af-
fecting the rights of either party to a patent which may
have been called to his attention, unless the same shall
have boon previously disposed of by the Commissioner.
After the rimary Examiner has held the celaims to be
patentable and the Kxaminer of Interferences and the
Examimers 1n Chief have omitied or dechined to call the
attention of the Commissioner to the non-patentahility ot
the issue, or where the Commissioner has deelined to re-
view the decision of the Primary Iixaminer, after his at-
tention has been called to the atleged non-patentability
of the issue, the Court of Appeals will consider the pat-
entabilify of the wsue settled, excopt in an extraordinary
case. Sobey v, Holschlawe, 126 O, G, 3041, 28 App. D. C.
G Allen v, Lowry, 116 O, (. 2253 (1905).

87. No Right to Make the Claims., Since the deetsion
of the Court of Appeals, 1. C., 1n Podelsack v. Melnner-
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ney, 26 App. D. C. 399, the question of the right of a
party to make the claims ol the issue, has been untformly
held to be an anciliary question to be considered in de-
termining the question ot priority of invention and this
gquestion mayv be ratsed on final hearing and on appeal.
As i result of this deeision Rule 130 was promulgated,
by the provisions of which, where the patentability of a
claim to an opponent is material to the right of the party
to a patent, sard party may urge the non-patentability
ol the claim to his opponent at final hearing and on ap-
peal, but he can not raise the question unless he shall
have duly presented a motion under Rule 122 for disso-
[ution upon that ground, or show good reason why sueh
motion was not presented. It was thercefore held in
MeBerty v, Shore @ Shore, 175 0. G, S43 (1911), 1hat
the Examiers in Chiel properly awarded priority upon
the eground that one ol the parties had no rieht to make
the claims,  FFollowing turther the development of the
practice we find i Cosper v. Gold (° (oid, 151 O. G. 10,
a4 App. D C. 194, the Court of Appeals dismissed the
appeal upon the ground that it was taken from a deei-
ston of the Connmsstoner dissolvine the interference be-
cause Cosper had no right to make the elaims of the issue,
and under sueh cireumstances it was not a final decision
which could be appealed to that court. Thercupon the
Connnissioner entered an award of priority based upon
Cosper's lack of right to make the elaims and from tlus
decision Cosper appealed to the Court of Appeals, and it
was held that under the practice established by the de-
cision of Podelsaclk v, Melnnerney, two questions arise
in every interference case where the right of one of the
parties to make the elanus of the issue are presented on a
motion to dissolve upon that ground, to wit: the rieht to
make the clinms, and the priovity of mvention. 11 the
first shall be decided adversely to the claimant, the
formal award of priovity goes to his opponent as a mat-
ter of course. DBut in Carlin v. Goldberg, 45 App. D. C.
4-4



540, 230 O, G. 1222; 1917 C. D. 128, it was held that no
award of priority could be made on a motion to dissolve
upon this ground, belfore proofs are taken, and it was
pointed out that m Cosper v, Gold the judement was
cnfered after the mterference had been tried and the
question of priority hinged upon the question as to
whether Cosper had a right to make the elaims, Where
there hag been no hearing upon the question of priorvity,
‘no award of priority can be made on motion to dissolve.

On motion to dissolve on the ground that a pavty has
no right to make the claims, the sole question to be con-
sidered is whether the speecification and drawings of the
application are sufficient to justify the allowanee of the
claims in question,  Seacombe v. Burke, 182 0. G, 973
(1912).

A dissolution on the ground that a party has no right
to make the claims, is merely a ruling that it was a mis-
tike to deelare the interference as to that party. Camp-
hell v, Dyson v, Dunham, 242 O, G. 2535 (1916),

Abandonment of the imvention goes to the question of
the riecht to make the claams.,  Felsing v. Nelson, 121 0.
G. 1347 (1906).

Where the issue was alleged to be substantially the
sume as that of a prior interference between the same
parties, and the senior party had been defeated on the
question of priorvity, it was held that the question pre-
sented was one involving the right of the senior party to
make the elaims. Esclunger v. Drimmond, ete., 121 O,
G. 1348 (1906).

Where the moving party alleees that he has no right
to make the claims, the motion will be refused transniis-
sion, because if he is of the opinion that he has no right
to make the elaims, he should take aetion in accordance
with the provisions of Rule 125, or he may take no ac-
{ion whatever in the interference and permit judement
to go by default. MWidler v. Perham, 121 O. G. 2667
(1906) ; Kinncy ». Goodhue, 123 0. G. 1663 (1900) ;
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Goodwin v, Smith, 123 0. G. 998 (1906). But Commis-
stonier Billings allowed the filine of motions under such
circumstances, And where the claimg were suggested
under Rule 96, a different rule prevails, and a party may
properly move to dissolve on the ground that hie has no
right to make the claims, but in sueh case he must state
speetfically the reasons upon which his motion 1s based.
Hermsdorf v. Driggs v. Schneider, 135 0. G, 1189
(1908).

The faets which will support a motion to dissolve on
the ground that a party has no right to make the clanms,
relate to the extent of disclosure, estoppel, operativencss,
and the like, and if established will result in rejection of
the claims to which they are applicable. Dooth, ¢t al., v.
Hanan, et al., 123 O. G. 319 (1900).

Alleging on motion to dissolve, facts whieh relate to
priority does not present any question for consideration
on such motion, and i1t will be refused transmission.
Dickinson v. ILldreth, 122 0. G, 1397 {190G6).

Recommendation by Examiners in Chief. If the Exam-
iners in Chief in affirming a decision of the Law Ixam-
iner holding that a party has no right to make the
claims, recommends that the other party also has no right
to make the claims, such other party may appeal ex parte
from such recommendation, Woodbridge v. Conrad, 165
0. G. 241 (1911).

A party cannot be deprived of his right to make claims
because his strueture performs some funetion i addi-
tion to what is ealled for by the elaims. Miel v. Youny,
126 0. G. 2591 (1906), 29 App. D. C. 481,

That a party is not entitled to the date of an carlier
application because the claim was not made therein, and
because there was included a diselaimer of if, relates to
the right of the party {o make the claims, Diltgen w.
Parmenter, 99 0. G. 2966; 1902 C. D. 218.

That a party’s application did not diselose the inven-
tion until a certain amendment was filed therein, is a
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contention that he has no right to make the elaims, and
should be presented in a motion to dissolve iand not in a
nmotion to shift the burden of proot. Tripp v. Woll} v.
Jones, 103 O. G, 2171 (1903).

The fact that an issue includes an element of a com-
bination which one party does not disclose, is ground for
. cissolution on the ground that such party has no right
to make the claim. Bodwiteh v. Todd, 98 O. G. 792;
1902 C. D, 27.

Inoperativeness should not be insisted upon in a mo-
{ion to dissolve except in a clear case. Dodwiteh v. Todd,
98 O. G. 792.

1f a party’s strueture 18 eapuble of pertorming the
funetion in question, it is immaterial whether or not his
description refers to it. Weslern Elcelric Co. ». Sperry
Flectric Co., 65 O. G, b97; Fenwick v. Dixon & Dixon,
15 Gour. 71-23 (Sept., 1903).

88. Disclaimer—Rule 107. Rule 107 provides: An
applicant involved in an interference may, with the writ-
ten eonsent ol the assignee, when there has been an as-
stenment, before the date fixed for the filing of his pre-
liminary statement (Rule 110), in order to avoid the
continnance of the interterence, diselaim under his own
sienature, attested by two witnesses, the invention of the
particular matter 1n issue, and upon such diselaimer and
cancellation of any claims nvolvineg such nterfering
matter, judement shall be rendered against him, and a
copy of the diselaimer shall be embodied in and form
part of his speecification (See Rule 182).

Were a disclanmer 1s filed, such disclaimer only ex-
tends to the particular claim or claims as to whieh the
interterence has been declared, and the judegment fol-
lowing does not efifect the question of invention as to
other elaims, althongh they may eontain other interfer-
ine matter. Reed v, Conerete Machinery Co., et al., 239
Fed. 869 (C. C. A. 7th Cir. 1916). An assience of entire
interest may diselaim invention. Moore & MeKcee v.
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Bradley, cte., 180 O. G. S79 (1912)., A judement of
priovity may be avoided by disclaimer, or by filing an ap-
plication for a reissue containing properly limited claims
only., Fend v, dMiggetl, 223 O. G, 613 (1915),

Disclaimer by Refusal to Make Claims Under Rule 96.
[t an applicant refuses to make elais suggested under
Rule 96, he diselaims the interfering subjeet matter.
Ferris, 114 O, G, H41.

Oral Disclaimer. If a party to an interfercence in an-
swer to a question propounded to him in the taking of
testimony, states that he does not elaim 1o be the inven-
tor of the subjeet matter in controversy, a judement of
priority can not be awarded to him, Oliver v, Felbel,
100 O, G. 2381; 1902 C. D. 765, A statement by an ap-
plicant to his assignee that he does not regard himselt
ns the inventor of the subject matter claimed, is not suf-
ficient to overcome his oath that he is the inventor there-
of, espeecially where it appears that he is hostile to his
assienee. Gibbons v. Peller, 127 0. G. 35483 (1907).

89. Miscellaneous Motions to Dissolve. The grounds
for dissolving interferences are set forth in Rule 122, and
a motion which does not state any ot the grounds therein
enumerated, is not a proper motion. Keith v. George, 16
Gour. 19-4. IIowever, there have been many attempts
of a miscellancous chiaracter to dissolve interferences for
erounds not mentioned in Rule 122, and which have been
invariably refused transmission, illustrations of whiceh
are. that a party failed to file a supplemental oath, or
that the oath is defective. The filing of an oath 18 an ex
parte matter and not a ground tor dissolution. Jraham
v. Langhaar, 164 O, G, 739 (1911) ; Reilzel v. IHTarmalla,
161 O. G. 1043 (1910) ; Fowe v. Brinkmann, 133 O. G.
215 (1908) ; Kmwmel v, Fullager, 130 O. G, 2719 (1907).
Motions to dissolve upon the grounds of publie use, and
hased upon ex parte affidavits, will not be transmitted.
Dauvis 2. Swift, 96 O. G. 2409; 1901 C. D. 134; Shrum
v. Baningarten, 104 O. G. 577 (1903); Dunn v. Douy-
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luss, 184 O. G, 804 (1M 2) s Barber v. Wood, 128 O. G.
2830 (1907). Nor where it is alleged that the stracture
of one of the parties is greatly superior to that of the
other. Nolb v. Hemingway v, Curbtis, 122 0O, G, 1397
(1906). Nor on the ground that a party is intending to
relyv upon a certain machine in the production of his
testimony,  Darr v, Dugg, 122 0. G, 2061 (1906). Nor
where the question raised is one involving the burden
of proot. Townsend v, Ehret, ete., 137 O. G. 1484 (1908).
Nor where it 1s alleged that an affidavit filed under Rule
7o is false, Schuler v. Dares, ete., 140 0. G. 509 (1909).
Nor that a party has no right to make the claims because
of his delay mm makine them. Manly v. Williams, 21
Gour. 85-11 (Aug., 1909) ;s Long v». Flagy, cte., 190 0.
Gr. 200 (1913), Nor that the claimg were formulated by
the Examiner., Mursell v. Lovejoy, 186 O. G. 294 (1912).
Nor upon the ground of intervening rights in the issu-
ance of a patent. Perkins & Requa v. Weeks, 188 O. G.
1052 (1M13). Nor that the invention was made by a
third party. Welch v. Aufiero, 219 0. G. 930 (1915).
Nor merely alleging abandonment of the invention by
reason of delay in renewing appliciation, Gehring &
Cadden v. Barry, cte., 225 0. G. 371 (1914). Nor al-
leging prior knowledege and use as a bar, Murphy o.
Dorland, 132 0. G. 231, and eases there cited. Nor that
the 1ssues are substantially the same as that of a prior
interference. Sugden & Pidgin v. Laganke, cte., 130 O.
G. 1484 (1907). Nor an allegation by a sole inventor
that himself and another as joint inventors did not in-
vent the device. Babeock v. Pickard, cte., 21 Gour. 85-
13 (Nov., 1909) ; Jarvis v. Quincy, 113 O. G. 550, Nor
where the motion is based on affidavits as to inoperative-
ness. Jorton v. Leonard, 155 O, G. 305; Keyes & Kraus
v, Yunek, 182 0O, G. 248 (1912). Nor where the facts
set forth in the motion are based upon testimony taken.
((hallenberger v, Andrews, 100 0. G. 3013; 1902 C. D.
346; Sullivan ©. Thompson, 94 O. G. 585; 1902 C. D.
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21. Nor that one of the parties is not an original inven-
tor bul derived his knowledge from another. Corey, efe.,
v. Blakey, 1iH 0. G, 1328 (1905). Nor on the ground
that a party desires to present claims of a broader na-
(ure, since proofs may be offered in the interference to
cover any broader claims which the apphicant may later
nresent.  Phelps v, Wormley, cte., 118 0. G. 1069 (190H).
Nor on the eround that the moving party is shown by the
testimony in another mterference to be the first inven-
tor. Newel v. Rose, 119 O. G. 337 (190H) ; Dorr v. Ames
 Learson, 1H Gour, 35-6 (June, 1903). Nor where the
(question presenfed 1s one which may be determined on
final hearing and which should be so determined. Siru-

ble ». Young, 121 O, G. 339; 1306 C. D. 95.

EVIDENCE.

90. The subject of evidenee as here treated has special
reference to interference procecdings and such ¢uestions
as are likely {o arise in presenting proofs in such cases.

91. Burden of Proof. Rule 116 provides that the sev-
eral parties to mterferences will be presumed to have
made the inventions in the ovder in which they filed their
completed applications for patents clearly illustrating
-and deseribing the mvention; and the burden of proof
shall rest upon the party who shall seek to establish a
different state of faets,

92. What is the Filing Date. The filing dates are the
respeetive dates on which the applications were filed in
the Patent Office. However, if the application is a true
division of an earlier application, then the later applica-
tion takes the filing date of the earlier application.. This
is only irue where the ecarlier application clearly dis-
closes the same invention. Lowry ». Spoon, 110 O. G.
858; Meyer v. Sarfert, 96 O. G. 1037; Cain 2. Park,
86 O. G. 797, 14 App. D. C. 42; Bundy v. Rumbargcer,
02 0. G. 2002; Toledo Scale Co. v. Dunn, 214 O. G.
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1321, 43 App. D. C. 877; Curtis v. Lindmark, 171 O. G.
484 and 215, 37 App. D. C. 322,

Larlier Application as Evidence. Iven though the
Primarvy Exanmner fails to inelude an earlier application
by one of the parties, in the deelaration of mterfevence,
he 1s not deprived of the benefit of 1, if 1t diseloses the
mvention, sinee he may imtroduce it as a part of his evi-
dence, Munro v. Alerander, 306 O, G, 1000 (1903) ;
Greenawalt o, Mark, 111 O, G. 2221 Osborne v. Arm-
strony, 114 O, G. 2091.

93. Divisional Application-—Evidence. The action of
the Primary lixaminer as to what is and what is not a
division, is not controlling upon the Examiner of Inter-
ferenees, sinee it is a matter relating to priorvity on which
it 18 the peculiar provinee of the xaminer of Interfer-
ences to pass judement, and where the Primary Exam-
imer perntted an anplication to be awmended by adding
what in hig opinion was not new matter, such ruling is
subjeet to the independent judement of the Ixaminer of
Interferences.  Robinson v. Copeland, 102 O. G. 466
(1903).

94. Official Records as Evidence, Subdivision (e) of
Rule 154, provides that upon notice given to the oppo-
site party before the closing of the testimony, any of-
ficial record, and any speeial matter contained in a
printed publication, if eompetent evidence and pertinent
to the issue, may be used as cvidence at {he hearing.
This section relates to fwo classes of evidence, official
records and printed publications,

An official record is a record kept by an official, thoueh
usually it must be one requived by law to be kept. Thus
in the State of New York, where death certificates are
filed in the Iealth Department, it was held that such
certificates are < Official Reeords’” within the meaning of
Code Civil Proeedure, Sce. 959, providing that certain
official records shall be presumptive evidenee of their
contents. Iobinson v. Supreme Commuandery, Order of
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Golden Cross, 79 N. Y. Supp. 13, 16, Judements, orders
and deerces are properly proved by the minutes or cal-
endar entries where the latter form the legal record
thereot, but if the record consists of a judgment roll or
some more formal writing, the latter if in existence, is
the proper evidence. [t is not the purpose to here under-
take to state the various classes ol official reeords and
how they may be mntroduced in evidenee, but merely to
call attention to the subjeet i a eencral way 1o 1llus-
trate the class of evidenee that would come within the
foregoing subdivision of Rule 154, For an extended dis-
cussion of the subjeet of Official Records as evidence,
reference 1s made to IEneycelopedia of 18videncee, Vol. 10,
page 710.

Testimony taken in another action is not rendered ad-
niissible by the imtroduetion of the record in such ac-
tion, Kneyvelopedia of Evidence, Vol. 10, page 761, The
Rules of Practice relating to the introduction of testi-
mony taken in another mierferenee, follow in a general
way the rules of evidenee 1n eonrts of law and recognize
Lthat such testimony 1s not an official record referred o
in subsection (e) of Rule 154. Therefore speeial provi-
sion is made for introducing testiniony taken in another
interference., Rule 157,

An carlier application may become available as evi-
denee, even though not involved in the interference, by
introdueing a certified copy thercof., To avoid any ele-
ment of doubt there should also be mtroduced a certi-
ficd copy of the filing date, or of the notice of allow-
ance, 1f allowed. In Cain v. Park, 14 App. D. C. 42;
1899 €, D. 278, 86 0. G. 797, a certified copy of the ap-
plhication had been introduced n evidenee and the Com-
misstoner took judicial notice of his own records and
found that the application was allowed and a pending
application when the apphication in interference was
filed. In Robinson v. Seelinger, 116 O. G. 1735 (1905),
20 App. D. C. 237, the Examiners in Chief had taken
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judicial notice of the filing of a priov application (which
had not been introduced in evidence) and the court held
that 1t could not be expected to consider something which
Is not a record open to the publie and which was in no
form before the court as was the application which was
taken judicial notice of in Caon v, Park, supra. 1t would
seem, therefore, that while the office may take judicial
knowledge of its own action upon an appheation and the
date on which such action was taken, 1t is neeessary to
introduce a certified copy of the appheation to make 1t
avallable as evidence.

Any speeial matter contained in a printed publica-
tionn may be used as evidence at the hearing it belore
closing the testimony notice is given to the opposite party
as provided 1in subdivision (e) of Rule 154, of intention
to so use the same. A question may sometinies arise as to
what 1s and what i1s not a printed publication.  In 'Wal-
ker on Patents, See 6, 1t is satd: A printed publica-
fron is anvthineg which s printed, and without any 1n-
junction of seercey, Is distributed fo any part of the
public in any country; and such publication may nega-
tive novelty,  Indeed, it seems reasonable that no actual
distribution need occeur, but that exposure of printed
matier for sale i1s enough to constilute a printed publi-
cittion.,  DBut the mere existenee of a printed thing is
not a printed publication, though s deposit 1h a publie
libravy is. A drawing, in a prior patent or printed pub-
lication, if its meaning is really undemable, may negative
novelty.””’

95. Continuous Application Takes Filing Date of
Original Application. Where an apphication is a continu-
ation of a prior application which became abandoned,
the applicant is entitled to the filing date of the carlier
application as to everything that it discloses, even though
the later application may contain new matter not shown
in the original application. Zripler v. Linde, 101 O. G.
2988: 1902 C. D. 444; Uilberi-Stringer v. Johnson, 102
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O. G621 (1908) 5 Catn v, Park, 14 App. D, C. 42, 86 O.
G, TO7.

Identical Filing Dates. Where both applications ave
filed on the same day i as the practice of the office to
throw the burden upon the one who was last to exceuto
his application,

96. Burden as Between Applicant and Patentee, Where
through madvertence an interference was not declared
between two pending applieations tfor the sime inven-
fion until after a patent had been issued to the junior
applicant, the patentee does not thereby gain any ad-
anfare with respect to the burden of proof, butis in the
sume situation he would have been had his patent not
heen granted.  Feans v, dAssociated Automalic Sprin-
ler Co., 241 Fed, 252, 229 Fed. 1007; Culler v, Leonard,
SV App. D, O 207, 156 0. G 438 dndrews ». Nilson,
123 0. G 1667 (3906), 27 App. D. C. 451,

I the patentee was the last to file he is properly the
jumor pavty. Furmaen v, Dean, 114 0. G, 1552 ; Mchie
v Read, 18 App. DL U 128, 96 O, (L 426; 1901 C. D.
096G Pawl v Hess, 110 0. G. 201, 24 App. D, C. 462,

Patent Granted During Forfeiture of Application.
Where a party permits his application to hecome forfeit-
ed, and while 1t s forferted another files an application
and seenres a patent for the same invention which is put
in inferference with a renewal of the forfeited applica-
tion, the burden of proof s upon the renewal applicant
notwithstanding the carlicr date of his first application.
Laulz v, Lewis, 110 O. G. 2014, There is a distinetion as
{o the burden of proof as between a patent, eranted while
opposing party's case is pendine and a patent granfed
while opposing pariy’s case 1s forfeited. Lowry v. Spoon,
110 0. G. §58.

97. Proof Beyond a Reasonable Doubt—In What Cases.
Where one party 1s a patentee and the other party filed
his application affer the issuc of the patent, the burden
is upon the applicant fo prove beyond a reasonable doubt
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that he reduced his invention to practice before the pat-
ent, was granted.  Freonch v, Halecomb, 26 App. D. C.
07, 120 O, G, 1821 (1905) 5 Cherncy v, Clauss, 25 App.
D. C. 15, 116 O. (1. 597 (1905) 3 Sendelbach v. Gillette,
109 O, G. 276, 22 App. D. C. 16S; Talbol v. Monell, 23
App. D, G108, 109 O. G. 280; SNharer v. Mcllenry, 98
O. G. H85; 1902 C. D. H03 (See also 98 O. G. 1486; 1902
C. D.H14, 103 O, G, 2174 and 1165).

Reasonable Doubt Defined. KEilorts of courts to define
what 1s meant by ‘‘reasonable doubt™ have not resulted
in- any estabhshed definition, ]lom,\u the definition
stated 1in Words & Phrases, Vol. 7, page 5964, and sup-
ported by abundant authouturs, 18 a.ﬁ-. follows:

“ITovidence is sufficient to remove a reasonable doubt
when it convinees the judgment of an ordinarily prudent
man of the truth ot a proposition with such foree that
he would voluntarily act upon that convietion, without
hesitation, in his own most important aftaivs.””  Stout v.
State, 90 Ind. 1, 12; Jarrcll v. Stuate, 58 Ind. 293, 2906;
Arnold v. Smu, 2.} lnd. 170; Troop v. State, 92 Ind. 13-
1G; Harris ». Stale, D8 N, I8, 75, 77, 1565 Ind. 265 ; Wil-
Liams v, U. S. 69S. W, 871, 874; Miles v. United Stales,
10:3 U, S. 304, 309, 26 1. Bd. 481 ; United Stales v. Alhs,
73 Fed. 1G5, 167; Uniled Stales v. Kenncey, 90 Fed. 207,
262 Uniled Stales v. Youtsey, 91 Fed. §64, 868; United
Stales v. Filzgerald, 91 1fed. 374, 376; Uniled Stales v.
Wright, 16 Fed. 112, 1145 Uniled States v. Niemeyer, 94
Fed. 147, 149 Uniled States v. Politzer, 59 Fed, 273,
279 Gannon v. People, 127 111. 507 ; Pcople v. Ilughes,
137 N. Y. 29: Ryan v. State, 83 Wis. 486; Dutler v.
State, 92 Ga. 601,

98. Shifting the Burden of Proof. It often becomeces
a matter of controversy as to which party has the burden
of proof and this usually arises out of the uncertainty
about the filing dates to which the respective parties are
entitled. A party may discover after an interference has
heen declared that he is made the junior party therein
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where as he should have been made the senior party by
reason ol an earlier application filed by him, or by rea-
son of his application being a continuing one, and which
discloses exactly the same invention as that involved in
interference.  Under such cireumstances he may make
a motion to shift the burden of proof. This motion is
within the jurisdiction of the Lixaminer of Interferences
and not the Primary Examiner, and there is no appeal
from his deeision prior to final heaving, Roulel & Nich-
olson v. Adams, 114 O, G. 1827; Scolt v. Southyale, 121
O. G. 689; Osborne v. Armstrong, 114 Q. G. 2091,

Evidence to Support the Motion. No evidence is nee-
essary to support the motion where the record m the
respective cases show all the faels necessary to determine
the question., Bundy v. Rumbarger, 92 0. G. 2001.

99. Foreign Application—Burden. Where a party
claimg the benefit of a foreign application, the notice of
interference will be preparved in accordance with the
date of filing of the applications in this country; but the
Lxaminer of Interferences may, upon a proper showing,
shift the burden of proot and eive the party the benelit
of the filing date of s foreign application. Steel
Steel v. Myers, 205 O, G, 1021 1914 C, D, T4.

100. Priority—Evidence in Interferences. The testi-
mony taken in an interference must be confined to the
gquestion ol priority of invention of the issue. Brill v.
Aduwms v, Uebelacher, 99 0. G, 206G, 1902 C, D. 220,

Priority means priority in poing of time to make the
invention. Trufant v. Brindle v. Brown, 101 0. G, 1608 ;
1902 C. D. 397. |

Testimony must not be at variance with the prelim-
inary statement, as to conception, disclosure and redue-
tion to practice, and testimony taken tending to estab-
lish earlier dates, 1t admitted, will be effective only for
the purpose of establishing the dates alleged. Cross v.
Phillips, 14 App. D. C. 228, 87 O. G. 1399; 1839 C. D.
342 Hunk v, Matlerson v, Haines, 100 O. G. 1563; 1902
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C. D, 297,20 App. D. C. 285,100 O, G. 1764; 1902 C. D.
g Lowrie v. Taylor & Taylor, 118 0. G. 1681 (1903) ;
Fowler v. Boyee, 118 O, G, 2534 (1900), 27 App. D, C.
no, 1220, G, 1726 (1906), 121 O, G. 1014, Fowler w.
MeDBerty, 121 O, G, 1015 (1906) ; Lowric v, Tuylor &
Taylor, 27 App. D. C. 522,123 0. (1. 1665 (1906) 3 Iler-
man v, Fullman, 109 O, G, 1888; Hammond v. Dasch,
115 O. G. 804, 24 App. D. C. 469,

101, Conception—Evidence of. A conception of the
mind 1s not an mvention until represented in some phy-
sical form,  Clark Thread Co, v. Wiliomantic Linen Co.,
10 U, s, 189, 35 1 18d, 521, 5255 Vewghtmann, ¢t al.,
v, Perkinson, el al., 138 Fed., 56 Mergenthaler v. Scud-
der, 11 App. D. C. 2G4, 81 O, G. 1417 (1897). In some
instances statements and conversations of the inventor
may be shown to establish conception of the invention.
[n many cases of inventions, it is hardly possible 11 any
other manner to ascertain in the precise time and exact
origin of the particular invention, The invention itself
15 an intelleetual process or operation; and, like all other
oxpressions of thought, can in many cases be searcely
made known, except by speech, The invention may be
consummated and perfeet, and may be susceptible of
complete deseription i words, a month, or even a year
before 1t can be embodied in visible form, machine ov
composition of matter. Conversations and declarations
of the inventor that he made a certain invention, and de-
seribing its details and explaining its operations, are
nroperly to be deemed an assertion of his right, at that
time, as an inventor to the extent of the facts and details
which he then makes known; although the date of his
invention in sueh case would be the time when he makes
known the invention and not the time when he clanns to
have first had it in mind, if that be a previous time.
Philadelphic & Trenton. Ratdroud Co. v. Stimpson, 14
Peters 448, 10 U. S. Law Ed. 535, H42. It the inventor
orally describes his invention with sufficient clearness,
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even thoueh he does not state all the details, that an
artisan can work out the details, he has disclosed an in-
vention,  Weslinghouse Iilectric & My, Co. v. Stanley
Instriment Co., 133 Fed. 167.

Where an oral statement by the inventor is relied upon
to prove invention it must be shown not only that the
statement was sufficiently clear and complete to enable
one skilled in the art to make the machine, or practice
the process or art, but also that it was made io one who
understood it and remembered 1t with sufficient aceuracy
to enable him to communteate it to the world. Stephens
v. Salisbury, 1 McArthur’s Putent Cuses, 38b.

102. Xinds of Evidence to-Prove Conception, The evi-
dence may consist of oral or written deseription of the
invention, or drawing or model or partly ot one of these
forms of evidence and partly of another. DBut we have
already scen that the desceription or drawing, or model,
must be known to some one other than the inventor and
the date of invention is the date upon which 1t 15 made
known io such other person or persons, hence this brings
us to the consideration of the question of disclosure, and,
later the corroboration of the inventor. '

Disclosure. Disclosure in the sense of the patent law
must be made ordinarily to persons competent to under-
stand and appreciate. the alleged invention, Merely
showing a device or drawing to witnesses who had no
understanding of the invention, ean not be cousidered a
disclosure. 1t is therefore plain that in proving dis-
closure 1t should be shown elearly that the person to
whom the disclosure was made, understood the invention,
remembered it with sufficient acecuraey to communicate
it to others, or could recognize the identical drawings or
deviee exhibited to him and explain their meaning, or
operation, or construction. Furthermore 1m order to
make such evidence available to establish a date of in-
vention, the witness or witnesses to whom the disclosure
was made must be able to in some manner fix the time of
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sueh disclosure with reasonable certainty, and, where
they are called upon to testify some years after the
event, ereat care should be exercised o establish, as near
~as possible, a definite time of diselosure which will not
be dependent upon the uncertainties of memory as to
when such event took place., Fastwan v, Hlouston, 99 O,
G. 20645 1902 C. D, 886, 18 App. D, C. 135140 fLenggi
v, Dullmeyer, 253 0. G, D14, 2\ disclosure Lo one skilled
in the art to which the invention belongs, is sufficient.
Persons “skilled in the art” includes careful workmen
who are skilled in the particular line of business in
which they arve engaged. Pupin v. Hulin & Leblane .
Stone, 100 O, G. 931; 1902 C. D. 269, Where the wit-
nesses make it appear that the mventor had in mind the
resull to be aceomplished, but not the means by which it
was to be done, conception aud disclosure is not estab-
lished. Cobb v. Goebel, 23 App. D. C. 75, 108 O. G. 1591;
Drooks v. 1Nllard, 106 O. G. 1237 (1903): Fenner wv.
Blake, 30 App. D. C. 507, 134 0. G. 2244 (1908). The
diselosure must be full and clear as {o all essential ele-
ments of the invention and sueh as was sufficient in it-
self to enable the party to whom the disclosure was made
to give the invention practieal form and effect without
the exercise of 1nvention on his part. Sendelbach w.
Gillette, 22 App. D. C. 168, 109 O. G. 276. Disclosing
matters which are old in the art, is not disclosing inven-
tion. IMrench v. Ilolcomd, 115 O, G. 506 (1905). Where
the inventor presents drawings witnessed and dated, it
shiould appear that the witnesses whose names are signed
thereto not only signed them on the date appearing on
the drawings, but that they understood the invention and
that the drawings at the time they are oftered in evidenee
are in the same coniivion that they were when they were
witnessed., HKirlegadire (& Jebsen v, Ries, 125 O, G. 1700
(1906). Where the wife of an inventor s offered as a
witness to prove disclosure, it has been held that her tes-
timony should be corroborated. The soundness of this
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ruling may well be doubted. Ilarier v. Barrett, 114 O,
Cr. 975, Where an original application is relied upon for
diselosure, it must appear that the invention in issue 1s
disclosed in that application as originally filed. M-
IWnight v, Polle, 30 App. D, C, 92, 130 O, G, 2069 (1907) ;
MeMullin v, Boiiee, 126 O, G, 1356 (1906). (Sce Redue-
tion to Practice and Dates.) It is not necessary that an
apparatus used to earry out a process be diselosed in
order to constitute a diselosure of the process. Oshorne
v, Armstrong, 19 Gour, 3-8 (Jan,, 1907). Work done on
an invention in a foreign country i1s not avatlable as evi-
dence to prove conception or reduetion to practice in the
United States, R, S. Sce. 4923, DeRKando v. drmstronyg,
37 App. D. C. 314, 169 O. G. 1185. A disclosure to one
of two Joint inventors is a disclosure to both., General
Eleetrie Co. v. Steinberger, 208 Fed. 699-714. Circum-
stances surrounding an alleged disclosure ol mvention
may be sueh as to diseredit the evidence, as where Jenner
sawv a notiee of Dickinson’s mnvention in 1900, and did
not file his own application for patent until he was in-
duced to do so by Hildreth in 1902, it was held that no
value can be attached to testiinony on his behalf that he
made the mvention in 1899, Jenner v. Dickinson; Thi-
bodewu v. Dickinson, 117 O. G. 600 {1905), And where
for several years after the alleged conception, as ap-
peared from the evidence, manutacturers were demand-
ing a device of the kind in 1ssue and the party made no
diselosure to such manufacturers nor anyv attempt to re-
duce to practice, but endeavored to sell patents upon
prior devices and failed on the express ground that they
did not possess the advantages found in the present in-
vention, it was held that his claims to early coneeption
and disclosure are not entitled to consideration., Hope,
Jr., v. Voigt, 1156 O. G. 1585 (1905), 25 App. D. C. 22.
103. Corrokoration of Inventor. Corroborating evi-
dence means evidenee whieh tends to support and render
more probable some other evidence—generally that al-
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ready produced—to the same point and like in charaecter.
Encyelopedia of lvidenee, Vol. 3, page 674,

The mere uncorroborated statenients of an inventor are
not sufficient to show conception, diselosure or reduction
to practice. The same rule holds true as to joint inven-
tors because joint mventors constitute but a single party
and their minds and interests become one, hence they can
not corroborate each other. Irecman v. Garrels & Kim-
ball, 102 O. G, 1777 (1903) ; Mergenthaler v. Scudder,
11 App. D. C. 264, 81 O. G. 1477; (Garrels, et al., v.
Freeman, 103 0. G. 1683, 21 App. D. C. 207; Paul ».
Iless, 113 O. (. 847: Podelsak & Podelsal: v. McInner-
ney, 26 App. D, C. 399, 118 0. G. 835 (1905), 120 O. G.
2127. A witness may be able to corroborate the inventor
as to certain details of his invention, even though his
testimony does not corroborate him as to every detail
sought to be established. Dunbar v. Schellengers, 125 0.
G, 348 (1906G). Statements in an inventor’s note book,
alleged to disclose the invention in issue, are insufficient
to prove coneeption, where it does not appear that the
entry was ever shown to anvone. French v. Iolcomb,
20 App. D. C, 307, 120 O. G. 1824 (190.,). Vague and
indefinite corroborating evidenee of witnesses is insuffi-
cient to overcome a prior filing date of an opposing
party. MclKnight v, Polle & Crousdale, 105 G, G. 977 ;
Steinmelz v, Thomas, 31 App. D. C. H74, 137 0. G. 479
(1908) ; Smith v. Foley, ¢t al., 136 0. G. 847 (1907) ;
Burson v. Vogel, 125 0. G. 2361 (1906). The evidence
should be clear and specific and not dependent upon in-
ferences. Robinson v, Thresher, 18 Gour. 21-21 (Mareh,
1906) ; Lotz v. Kenny, 19 Gour, 51-10 (July 13, 1907).
The making of drawings on a specifie date is not estab-
lished by witnesses who have not had possession of the
drawines since they were shown to them and who are
not able to testify that they are in the same condition at
the time their testimony is given as they were at the time
they were shown to them. Miller v. Blackburn, 172 O.
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G. 549 (1911) ; Kirkegaard & Jebsen v, Ries, 125 0.
1700 (1906); I'reeman v. Garrels & Kimball, 102 O,
1777,

104, Who May Be Corroborating Witnesses. An as-
siernee may festify as a corroborating witness, thoagh his
testimony would not be given the same weight as 1t would
i he were disinterested.  Turnbull v. Curtis, 120 9). Q.
2442 (1905). The wife of the imventor. Iarier v. Lar-
reft, 114 O. G. 975. One joint inventor can not eor-
roborate another joint inventor. Freeman v, Garrels «
Kimball, 102 O. G, 1777 (1903).

105. Importance of Date of Conception in Interference
Cases. In an interference case, the date of conception
and disclosure becomes important on the question of
priority, to the party who was last to file his application
or last to reduce to praectier, so when he 1s the first to
coneeive but the last to reduce to practiee, he is entitled
to an award of priority where he has followed up his con-
eeption and disclosure by due diligence, more particular-
ly diligenee in reducing his invention to actual practice
than in filing his application for a patent or manufactur-
ing his device for public use. Oliver v. Fecbel, 20 App.
D. C. 255, 100 0. G. 2384; 1902 C. D. 565; Cooke v.
Jones & Taylor, 116 0. G. 1181 (3904).

106. Diligence. Many interference cases turn on the
question as to which of the parties exercised diligenee in
following up his invention and putting it into practiecal,
useful form. We have scen that invention is a mental
process, in the first instance, and that so long as 1t re-
mains in the mind of the inventor, undisclosed to any-
one else, it serves the world no purpose and does not
advance the arts or sciences. The inventor may refuse
to disclose his discoveries. The object of the public n
eranting a patent is to obtain the benefit of the diseovery
and therefore inventors are encouraged to put their dis-
coveries into practical useful form. Not only in patents,
but in many other affairs of life, the law rewards the
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diligent. An inventor may conceive an invention and
make drawings of 1t, but he will nnot be permitted to stop
at that point and through utter carelessness give it no
more consideration for a long period of time, 1t while he
is sitting idly by, another, more industrious, makes the
same diseovery that he has made and proceeds with due
dispateh to put the discovery inte form in which the
publi¢ can obtain the benefit thereof. There ean be no
erood reason for depriving this later, diligent, industrious
inventor ot a reward in the form of a patent, merely to
accommodate the doless, idle inventor who has no excuse
for holding back his invention.

There are, however, many cireumstances which may
contribute to prevent an inventor from putting his in-
vention into useful form, and for this reason we hear the
apparently delinquent as to what excuse he may have 1o
offer for not being more diligent in reducing his inven-
tion to actual practice or what excuse he may have for
not filing his application for a patent at an earlier date.
The excuses which have been offered cover a wide range,
and some have been found to be reasonable and legitimate
while others have been found to be insufficient as against
another inventor who has been diligent and has no need
to offer excuses. Dihigenee is therefore the essence of the
proper relation between conception and reduction to
practice, and must consist of the degree of effort that
can fairly be characterized as substantially one continu-
ous act. Twenticth Century Machinery Co. v, Locw Mfy.
Co., 243 Fed. 373. There is no fixed rule of diligenee ap-
plicable to all cases alike. Whether the delay shown
shuall be regarded as excusable or inexcusable, must nee-
essarily depend upon the special eircumstances surround-
inge the actions of the party in the particular case where-
in the application of the rule may be sought. Christen-
sen v. Ellis, 94 O, G. 2561; 1901 C. D. 326, 17 App. D.
C. 498.

Whoever first perfects a machine 1s entitled to the
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patent thervefor and is the real inventor, although others
may have previously had the idea and made some experi-
ments toward putting it in practice, subject, however, to
this qualification, that if the party who conceives the in-
vention was at the time of a second invention by another
party using reasonable diligence in perfeeting the same,
he 1s entitled to be recognized as the first inventor, al-
though the second to coneeive mayv have been the fivst to
reduce to practice, either actually or consfruetively. In
other words, the inventor who starts work on an inveu-
tion is required to keep working at it or show a good rea-
son for not working at it or applyine for a patent, Iunk
v. Matteson v. Haines, 20 App. D. C. 285, 100 O. G.
17C1; 1902 C. D. 553; Agawam Co. v. Jordan, 7 Wall.
583.

107. To What Diligence Relates, Dilizence relates to
the efforts of a party to perfeet his invention mechan-
ically and not to efforts to exploit the invention commer-
cially, so where a party is in straichtened finaneial con-
dition, he should devote his attention to sceuring means
necessary to construet his machine, or, if unable to do
that, to sceuring assistance to apply for a patent. See-
Dberger v, Dodge, 113 O, G, 1415; Turndbull v. Curtis, 120
0. G. 2442 (1905). -

108. Of Whom a Showing of Diligence Is Required.
Diligence is required of the first to conceive but last to
reduce to practice. Under our patent system, he who
first arrives at a complete coneeption of an invention is
entitled to a patent therefor, unless the interest of the
publie is ecompromised by his lack of diligence in dem-
onstratine that his invention is eapable of useful opera-
tion. As between two inventors of the same thing, the
one who first reduces the discovery to practical operation
is deemed prima facie the true inventor without regard
to the date of his conception, but the carlier inventor
may overcome such presumption by satisfactory cvidence
that he used due diligence to perfect and utilize the in-
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vention, and actnal reduction to praectice is preferable
to that whieh 1s constructive merely. ZLuas, et al., v.
Scott, et al., 161 Fed. 122; Fastern Paeper Bag Co. v.
Continental Paper Bag Co., 142 Fed. 479, 516; Conti-
nental Rubber Works v. Single Thube, ele., Co., 178 Ied.
452 Gabowsky v. Galluher, 191 O. G. 83).

109. When Not Applicable, A showing of diligence is
not required of the inventor who was the first to reduce
his invention to practice. Grabowsky v. Gallaher, 39
App. D. C. 548,191 O, G. 835; Laul v. Johnson, 23 App.
D. C. 187, 109 O. G. 807; Thompson v. Storrie, 245 O, (.
845, 46 App. D. C. 324 Henderson v. Gilpin, 186 O, G.
289,

110. At What Time Diligence Is Required, One who
is the first to conceive but the last to reduce to practice,
must show due diligenee from a time just previous to the
entry of his opponent into the field. Scolt v. Laas
Sponenburg, 118 O. G. 1367 (1903) ; Braun v. Wakl,
45 App. D. C. 291, 228 O. G. 1458; Givens v. Warren,
216 O. G. 1013, 44 App. D. C. 10; Christre v. Seybold,
5D Fed. 69.

111. Comparative Diligence. Comparative diligence
of the parties is not material. Paul v. Johnson, 109 O, G.
807, 23 App. D. C. 187,

112. Work On Auxiliary Inventions. That the inven-
~ tor was engaged in work on an auxiliary invention is gen-
erally no excuse except where 1t is necessary to have the
auxiliary invention perfeeted in order to use the inven-
tion in 1ssue. Staplclon v. Kinney, 18 App. D. C. 394,
96 O. G. 1432; 1901 C. D. 414; Lotterhand v. Ianson,
23 App. D. C. 372,110 O. G. 861; Lubdby v. Taylor, 118 O.
G. 835 (190D); Turnbull v. Curtis, 120 O. G. 2442
(1805). |

113. Work on Other Forms of the Device., That the
inventor was at work on other forms of the deviee is or-
dinarily no valid excuse for doing nothing on the form
of device in issue. Clement v. Richards, etc., 113 O. G.

. 65



11435 Driggs v. Lillie, ctc., 116 O, (1. 871 (1904) ; Joncs
v. Wolff, 17 Gour. 53-8 (July, 1903),

114, Work on Other Inventions. That the inventor
was engaged in perfecting other inventions is no valid
excuse for laving aside the invention in issue. IRobin-
son v. Copeland, 111 O. Q. 579; Liberman v. Williams,
23 App. D. C. 223, 109 O. G. 1610; Taylor v. Westing-
house, 119 O, G. 1257 (1905); IKilbourn v. Iiner, 124
O. G. 1841 (1906) ; Tower v. Yost, 19 Gour, 66-3 (July,
1907).

119. Business Convenience. While tlic inventor is not
required to devote his entire time to the reduction of his
invention to practice under cireumstances which would
ordinarily deprive him of the means wherecby he ob-
tains a livelilood, still he will not be permitted to offer
as a valid excuse that because of a certain eonfract he
had entered into he was prevented from perfecting his
invention, or applying for a patent, or that his personal
business commanded his time in another direction, or
that he delayed action for the purpose of interesting
some person of large capital for exploitation of the in-
vention. Watson v. Thomas, 106 O. G. 1776 (1903) ;
Michle v. Read, 18 App. D, €. 128, 96 O, G. 426; 1901
C. D. 396, Clement v. Richards, ctc., 113 0. G. 1143;
Robituson v. Copelund, 24 App. D. C. 68, 112 O. G. 501;
Taylor v. Westinghouse, 119 O. G. 1257 (1905); See-
berger v, Dodge, 114 O, G, 2382, 24 App. D. C. 476-485;
Wyman v. Donnelly, 21 App. D. C. 81, 87; Wilson &
Willard M fg. Co. v. Bole, et al., 227 Fed. 607, 610,

116. Poverty. Where poverty is offered as an excuse
for inactivity the claim will be carefully serutinized, in-
cluding the credit of the appliecant, his expenditures in
other directions, his carnings, his efforts to obtain as-
sistance from others, and if too poor to construet his
machine it must also appear that he was too poor to
apply for a patent at an earlier date. Usually this ex-
cuse has not been established. T'wrabull v. Curtis, 123

66



O. G. 2312 (1906) ; Fewmberg v, Cowan, 29 App. D. C.
80, 125 0. G. 667 (1906), 128 O. G. 889; Woods v. Poor,
126 O. G. 391 (1906) ; Donnelly v. Wyman, 103 0. G.
6H7 (1903). Where poverty is the alleged exeuse for
not filing an application, it must be shown that the cir-
cumstances were of a compelling nature and not merely
a matter of business convenience, and the filing of other
applications in the meantime wounld rebut any such elaim,
Paul v, ITess, 113 O. G. 817, 115 O. G. 251 ; Turnbull v.
Curlis, 120 O. G. 2442 (1905) 3 MeNeal . Macey, 106 O.
3. 2287 (1903) ; Gibbons v. Pcller, 124 O. (1, 624 (19006).

117. Commercial Diligence Is of No Consequence.
Where the inventor spends his time and efforts to ‘get
investors interested in exploiting his invention commer-
ctally, or in trying to interest a corporation in adopting
his invention, and does nothiug to perfect his 1nvention
mechanically and test its effietency, he is not diligent in
the divection which the law requives. Secberger v.
Dodge, 113 0. G. 1415, 24 App. D. C. 476, 114 O. G.
2382 Gallugher v. HHein, 25 App. D. C. 77, 115 O. G.
1330 (1905) ; Thwradull v. Curtis, 120 O. G. 2442 (1905) ;
Laas & Sponendburg v. Scott, 122 O. Q. 352 (1909),

118. Shifting Responsibility to Guardian or Assignee.
Since responsibility must rest upon someone, if a minor
attributes his lack of diligence to his guardian, then the
cuardian must explain the reasons for delay. I1f through .
the intervention of the guardian the minor was pre-
vented from perfecting his invention, then the minor
must show diligence after he became of age. Fuller v.
Jones, 115 0. G. 1066; Iuller v. Hewlett, 17 Gour. 3-6.
Nor can responsibility for lack of diligence be shifted to
an assignee. 0’Conncl v. Schaudt, 118 O. G. 588 (1905).

119. Making of Drawings and Blue Prints. The mak-
ing of drawings and blue prints is no evidence of dili-
ceence unless it 1s followed promptly by construetion and

testing of the deviee, or by appliecation for a patent.
Watson v. Thomas, 108 O. G. 1590, 23 App. D. C. 65.
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Large Cost. The great cost of building and testing an
invention s no valid excuse, if within the means of the
imventor. Seeberger v, Dodge, 113 O, G, 1415,

Infringement Suit. Where a party rvelies upon the
existenee of an fringement suit as the cause of s
delay, he must show what there was in that infringe-
ment suit, to prevent his reducing to praetice the inven-
tion in issue, Hammond v. Basch, 115 O, G, §04, 24 App.
D. C. 469, Belief that a prior patent covered the issue
Is 1o excuse. Seeberger v, Dodge, 114 O. G. 2382, 24
App. D. C. 476.

Sickness. \Where one gives the excuse of sickness for
his inactivity, he must show that he was diligent up to
the time of his illness and subsecquent thereto. Paul v.
Jolhnson, 106 O. G. 2013 (1903).

120. Time for Experimenting. Tong delay in produe-
ing an mvention will not be tolerated, especially where it
is shown that the inventor had, or conld readily have ob-
tained facilities for speedy construetion of his invention.
Courson v, O’Connor, 38 App. D. C. 484, 181 O. G. H44;
Stiek v, HHansen, 39 App. D. C. 131, 181 O. Q. 1076;
Bradley v. Miggett, 179 O, G, 1108 (1911).

121. Reasonabie Diligence—What Is. Reasonable dil-
igence, like ‘‘reasonable doubt’’ is not capable of any
exact definition. What is a reasonable time in one case,
may under other circumstances be unreasonable. The
court will grant great latitude when the inventor is de-
layed by reason of cirecumstances over which he has no
control; but where the delay is caused by the negh-
cence of the inventor, or for a manifest ulterior purpose,
no leniency whatever should be extended. Nelson v.
Fuaucette, 143 O. G. 1348, 33 App. D. C. 217.

Reasonable Diligence Shown. For particular ecases
where the parties have been held to have exercised rea-
sonable dilicence under the ecircumstances shown, sec
Rowe v. Brinkman, 172 0. G. 1090; Cragg ». Strickland,
250 O. G. 255; Sauer v. Groeblz, 239 0. G. 653; Qakes
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v. Youny, 152 O. G. 1225; Davis v. Ilorton, 136 O. G.
1768 ; Woods v. Poor, 130 O. G. 1313 ; Dunbur v. Schel-
lenberger, 125 O, G. 348 (1906) 3 Davis v. Garrett, 123
O. G. 1991 (Q906) ; Claistensen v, Iillis, 94 O, G, 2501,
1901 C. D. 826 Roec v. Hunson, 99 O. G, 2560; 1902 C.
D. 5465 Jones & Taylor v. Cooke, 117 O. G. 1493 (1905).

122. Diligence in Filing Application for Patent. Aficr
reduction {o practice of the invention, a mere delay of
the inventor in applying tfor a patent, in the absence of
concealment (see Title Coneealment), abandonment (see
Title Abandonment), or suppression, will not prevent an
inventor from obtaining a patent based on priority of
mvention. fose v. Clifford, ele., 135 0. G. 1361 (1908) ;
Hubbard v. Berg, 195 0, G. 818, So he 1s allowed a rea-
sonable time to perfect his invention before applying for
a patent. Mead v. Davis € Varaey, 31 App. D. C. 590,
136 O. G. 2001 (1908). Even a delay of six years was
permitted, where, notwithstanding the long delay, he was
the first to file his application. Kellogg, ete., Co. v. In-
ternational Lelephone Mfg. Co., ¢t al., 158 Fed. 104-108,
171 Fed. 651, 656. A delay of four years in filing an ap-
plication, 1n the absence of evidenca showing actual
abandonment of the invention, was held not to estop the
applicant on the ground of concealment stated in (Mason
v. Hepburn, 13 App. D, C. 86, 84 O. G. 147). Rolfe v.
Kaisling v. Leeper, 143 O. Q. 562; Walker v. Lederer,
179 0. G. 851.

123. Intervening Rights. Inventors striving, in
evood faithi, and with due diligence to perfeet their in-
ventions, instecad of engaging in a race of dilizence to
reach the Patent Office with crude and probably inop-
erative deviees, should he commended for their delay
rather than be charged with laches; but there is some-
times a tendency to hold back applications for patents in
order to eircumvent rival claimants and to prolong the
life of the monopolies granted, which tendency should be
rebuked whenever it is possible to do so. Fefel v. Stock-
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er, 17 App. D, G, 817, 94 O. G. 433; 1901 C. D. 2(9;
MHeNeal v, Maeey, 106 O, G, 2287 (1903). Where during
a delay of six vears a rival had entered the field, widely
advertised the deviece and sold several thousand of them,
it was held that the first to reduce to practice but who
had secreted his invention, never made publie use of it or
otherwise gave 1t to the publie, had lost his rights. Dawis,
ele.,, v. National Steaum Specilty Co., 164 Fed, 191.
One who conceives a broad imvention but tails to claim
1t broadly, leaves the field open to speeifiec inventions
other than his own. e can not control all specific in-
ventions by procuring a broad patent on the broad inven-
tion, the claim to which he did not advance prior to the
making of a specific invention by a later inventor. Wood
v. Beckman, 89 0. G. 2459, 15 App. D. C. 484.

124. TUnexplained Delay in Filing Application. l.ong
delay, unexplamed, creates a presumption that what
wias done amounted merely to an abandoned experiment
(See Abandoned Experiment)., Swmith v. Brooks, 24
App. D. C. 75, 112 O, G. 953; Sendelbach v. Gillette, 22
App. D €. 168, 103 O. G. 276; Warner v. Snth, 13
App. D. C. 111, 94 O, G. 311; MceDonald v. Edison, 105
O. G. 973 (1903) ; Wanler v. Slick, ete., 107 O. G. 1659
(1903) ; Oliver v. Felbel, 100 O, G. 2384; 1902 C. D.
H65, 20 App. D. C. 255.

125. Diligence of Attorney in Filing Application.
Where the attorney was given the invention in February
to prepare an applieation, the Patent Office drawings
were made in July and the specifications were prepared
tn October, 1t was held that the party was not diligent,
and that a showing that his attormey was sick for six
weeks during that time, was not a sufficient exeuse.
Briggs v. Lillie, ete., 116 O. G. 871 (1904). A dclay of
three months by an attorney in filing an applieation was
held not to constitute a lack of diligence. Poe v. Scharf,
130 0. G. 1309 (1907).

126, Diligence in Prosecuting Application. After a
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party has filed his application his rights beeome fixed
and he can not be charged with a lack of diligence be-
cause of delays in the prosecution of his applieation.
Melle v, Read, 18 App. D. C. 128, 96 O. G. 426; 1901 C.
D. 396; McDuffee v. Hestonville, cle., Co., 181 ¥ed, 503-
p12; Young v. Struble, 153 Q. G. 1223 ; Shrecve v. Gris-
singer, 202 O. G. 951 (1914).

127. DYocumentary Evidence—Letters. Where letters
are offered in evidence accompanied by proof that they
were recelved in the ordinary course of business; that
the recipient was familiar.with the signature of the party
who purports to have written them; that they are in
his handwriting or signed by him, they are admissible.
LRoyce v. Kempshall, 125 O, G, 1347 (1906). ‘Where let-
ters were introduced as collateral evidence relating to
the conduet of a party, and it was shown that they were
received in the due course of business and aeted upon by
the writer and the person to whom they were sent, no
other proof of their genuineness was necessary. Jones
« Taylor v. Cooke, 25 App. D. C. 524, 117 O. G. 1493
(1905). A letter properly deposited in the United States
mail will be presumed to have reached 1its destination and
to have been received by the addressee in due course, but
such presumption may be rchutted by evidenee, Ab-
bott’s Proof of Facts, page 664. This presumption is
overcome by testimony of the addressee that he never
recetved 1t.  Ault v, Interstate Sav. & Loan Ass’n, 15
Wash. 627, 47 Pac. 13. Letters from an agent are ad-
missible if the agency 1s established. Beaver v. Taylor,
1 Wall. 637, 17 Law Ed. 601. Where a party testified
that letters offered in evidence were received by him
through the mail in answer to letters written by him-
self, they will be presummed 1n the absence of any show-
ing to the contrary, to be the letters of the party whose
name is signed to them. Driggs v. Iallie, ete., 116 O. G.
871 (1904); Abbott’s Proof of Faets, page 660. If one
party offers part of -a conneected correspondence, the
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other party may offer the remainder thercof. Abbott’s
Proot of Iacts, page 6067.

Copies of Letters. Where the original letters are in
possession of an adverse party and it 1s desired to intro-
duce them in evidence, notiee should be served on the
adverse party or his attorney to produce them at a cer-
tain time and place, or on failure to do so, letter press
or other copies thereof will be offered, but in such case
proof should be offered that the copies are correct copies
of the original. Boyce v. Kempshall, 125 O, G. 1347.
The writer’s exceution of the letter must be shown he-
fore it is admissible in evidence, unless it 1s shown to
have been mailed at the writer’s place of residence and
to be In answer to a letter previously written to him.
Abbott’s Proof of Facts, page 659.

128. Refreshing Memory of Witness, DBooks, mem-
oranda, letters or documents of most any kind may be
used by the witness to refresh his memory as to the date
of the happening of an event, but such means of refresh-
ing the memory are not in themselves evidence proper to
be introduced in evidence by the party who offers the
witness, for the contents of such instruments, ete., may
not in any manner bear upon the issue and may be
wholly foreign to the issues; but on cross-examination
opposing counsel may require the production of the
memoranda used by the witness, in order that he may
cross-examine upon the same. Abbott’s Proof of Faets,
pages 403 and 487. Laas & Sponenburg v. Scott, 122 0.
G. 352; Lowrie v. Taylor & Taylor, 123 Q. G. 1665
(1906), 27 App. D. C. 522,

129. Photographs—Secondary Evidence. In most
cases photographs are seeondary evidence. The thing
photographed is the primary cevidence unless the photo-
craph itself is the thing in dispute, but it would seem
that photographs of things which it is manifestly im-
possible to produce before the tribunal should be re-
ceived if they are aceompanied by proper proof that
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they are correct representations of such things or are
offered as a part of the oral testimony of a witness.
. Abbott’s Proof of Facts, pages 792, 793.

130. Blue Prints are copies of some original, but they
may be introdueced as a part of the testimony of a wit-
ness and as such are made a part of his oral testimuony.
Fessenden v. Pierce, 21 Gour. 21-11 (Mar., 1909).

131, Drawings. One relying upon drawings to fix
the time of conception or diselosure, must not only pro-
duce the drawines but he must also establish the faet
as to when the drawings were made or disclosed to
others, and the inventor’s own statements, uncorrobor-
ated, are not sufficient to show when the drawings were
made or when the drawings were exhibited to another.
Freeman v. Garrels & Kamball, 102 O. G. 1777 (1903).

132. Exhibits, Exhibits not properiy marked, though
filed 1n the Patent Office, need not be considered. How-
ever the party was permitted to offer ex parte affidavits
as furnishing a foundation for proof that they are the
identical exhibits offered in evidence and the party was
permitted to take proofs to establish such fact. FHend-
ler v. Graf, 96 0. G. 2063; 1901 C. D. 130.

Exhibits, exeept by cousent of the parties to the cause,
can not be taken from the Patent Office. They will,
however, be sent in charge of an emplovee of the office.
Sciler v. Goldberg, 116 O. G. 595.

Identification of Exhibits. Where the witnesses iden-
tify an exhibit by its general appearance and have no
knowledge of the invention embodied in it and it ap-
pears that the invention in controversy i1s a feature of |
construetion almost hidden from view and having no ef-
fect upon the general appearance, such testimony does
not prove the existence of the invention in controversy
at the date stated. Harris v. Stern & Lotz, 105 0. G. 259
(1903).

The claim has often been made that exhibits were
changed atter being introduced in evidence, or after fil-
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ing, Mo avoid such controversies, the exhibit should be
carefully deseribed at the time of ifs introduetion,

133. Reduction to Practice—Actual, To constitute
actual reduction to practice it 1s neeessary (except 1n
certain cases where actupl test is manifestly unneces-
sary) to do more than make the device or machine. It
must be shown that the machine was capable of perform-
e the work for which it was designed, at least to a
small degree of efficiency. Macdonald v. Edison, 105 O.
G. 978 (1903). Sale Commercially. So where the evi-
dence showed that the machine had been built, practieal-
v tested and sold commereially as an operative machine,
the facts were held to establish beyond a reasomable
doubt a reduction to practice. Otis Ilcvator Co., ¢t al.,
v. Interborough, cte., Co., 222 Fed. H01. The machine
must, embody the elements of the issue, be put to pracieal
use and operated suecesstully to perform the pari: lar
work for which it was intended. The fact that the .
ventor afterwards constructed one or more ot': o io-
chines with a view to greater mechanical perfeection, o -
where the inventor constructs a cheaper or lighter ma-
chine, or changes certain details to perfect it for the
trade, suchsubsequent constructions do not alter the fact
that the former construction was a reduction to prac-
tice. Thomas v. Trissel, 107 O, Gr. 265 (1903) ; Trissel v.
Thomas, 109 O. G. 809, 23 App. D. C. 219; Hein v. Bu-
houp, 81 O, G. 2088 ; Blackford v. Wilder, 104 O. G. 578
(1903), 21 App. D. C. 1.

Mere proeress to an end 1s not sufficient, however near
that progress may have been to the end in view, The
law requires certainty and the inventor must show that
his maenine was actually capable of performing the work
for which it was intended. Funk v. Matteson v. Haines,
20 App. D. C. 285, 100 O. G. 1764; 1902 C. D. 553 ;
Macdonald v. Edison, 21 App. D. C. 527, 105 O, G. 126:
(1903).

The Mechanism Claimed Must Operate Successfully.
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Thoueh 1t 18 not necessary that the machine be perfect
or that all parts of the machine in whieh it 15 used shall
he mechanically perfeet, stitl, as to that part of the ma-
chine which is v issue, there must be succeesstul opera-
tion. A fatlure can not be excused by making the claim
that a skilled mechanie could have made 1t operate sue-
cessfully.  Sweihart v. Mauldin, 99 O. (. 6655 1902 C.
D, 137, (See Tests.)

134, Imperfections. To constitute a reduction to -
practice 1t is not necessary that & machine be periect, but
1t must appear that a structure embodying all the essen-
- tial elements of the invention did accomplish the result
for which it was intended, in a reasonably practical way.
A machine may be even erude and not made with mate-
rials which would ovdinarily and naturally be used by a
manufacturer and still be a reduction to practice, if in
such form 1t is practically operative and performs
the funection Yor which it is intended.  Cummings v.
MeKenzie, 110 O, G. 1167; American Co. v. Tool Co.,
4 [Misher 299 Halwwood v. Lalor v. Boclhoff, 21 App. D.
C. 61, 103 O. G. 887 (1903); Spaulding v. Norden, 24
App. D. C. 286, 112 O, G. 2091, 114 O. G. 1828; Smith
». Brooks, 24 App. D. C. 75, 112 O. G. 953; Ilope, Jr.,
v. Voight, 25 App. D. C. 22, 115 O. G. 1585 (1905) ;
Lowrie v. Taylor & Taylor, 27 App. D, C. 522, 123 0. G.
1665 (1906) ; DBurson v. Vogel, 29 App. D. C. 388, 131
0. G. 942 (1907). '

135. Crude Structure. Where a structure was so erude
as to make it necessary to make further experiments be-
fore undertaking to build machines in aceordanece with
the exhibit and 1t appears that 1t is essentially an ex-
perimental deviee, it is not a reduction to practice.
Ocumpaugh v. Norlon, 25 App. D. C. 90, 115 O. G. 1850;
Lirdemeyer v, Hoffman, et al., 18 App. D. C. 1, 95 0. G.
838 (1901).

136. Reduction to Practice in a Foreign Country. The
construction of a successful device in a foreign country
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is not a reduction to practice in this country, even when
the inventor conecives the invention here and goes abroad
to install the apparatus. Lorimer v, Krickson, 227 O. (.
1445, 44 App. D, C. 5035 Bell v. Brooks, 1851 C, D. 8;
Tucker v. Davis, 2 0. G. 224; DeKando v. Armsironyg,
169 0. G. 1185, 37 App. D. C. 814 Bradley v. Miggelt,
179 O. (G, 1108 (1911).

137. Reduction to Practice by An Assignee. ‘Where
an invention has been assiened, the assignee may reduce
it to practice and such reduction innures to the benefit of
such assienee, whether the inventor contributes to the
reduetion or not, and even thouch the maehine con-
structed may embody features patentably different from
the original. Thomus v. Stewart 202 0. G. 1259 (1913),
42 App. D. C. 222,

138. Agent Reducing to Practice. A reduction to
practice by an agent innures to the benefit of the prin-
cipal, but 1t 1s not enough to entitle an applicant to a
patent that someone else, not his agent, has shown the
practicability of the invention by reducing 1t to practice.
ITunter v. Stikeman, s App. D. C. 214, 226; ERobinson
v. McCornuck, 128 O, G, 3289, 29 App. D. C. 98, 111;
Shuman v. Beall, 123 O. G. 1664; Iowell v. Iless, 30
App. D. C. 194, 132 O. G. 1074 (1907); Hathaway .
Field, 261 O. G. 413 (1919). Where an invention is re-
duced to practice by onc not authorized to do so, such
reduction to practice does not innure to the benefit of
the inventor. Howell v. IHess, 122 O, G, 2393 (1906).

139. Model. While a model, in the strict meaning of
that term, is not a reduetion to practice, nevertheless,
where a deviee was called a model but was actually used
for the purpose intended and completely demonstrated
its practicability, even though but half size of a commer-
cial machine, it was held to be a reduction to practice.
Sallagher v, flein, 25 App. D. C. 77, 115 O. G. 1330
(1905) ; Henvmond v. Basch, 115 0. G. 804, 24 App. D.
C. 469, Iloepe, Jr., v. Voight, 25 App. D. C. 22; 115 O.
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(. 15685; Robmson v. Thresher, 123 O, G. 2975, 28 App.
D. C. 22. ‘

140. Machine Incomplete at the Time of Taking Testi-
mony. Though a maehine may not be complete at the
time of taking testimony, if it is clearly established that
the missing parts were present at the time it was oper-
ated, and where it also appears that the test showed sue-
cessful operation, 1t would be a reduection to practice.
Basch v. Hlammond, 113 O. G. 551; Brooks v. Seelinger,
116 O. G. 1735 (1905) ; Wyman v. Donnelly, 104 O. G.
310 (1903), 21 App. D. C. 81. And where the device
only required the addition of a mechanical detail which
any mechanie skilled in the art would have supplied and
such detail itself 1s old in the art, it was held a reduction
to practice. Howard v. Bowes, 137 O. G. 733 (1908), 31
App. D. C. 619.

TESTS.

141, Tests Are Required as a General Rule, As a gen-
cral rule a machine must be tested to demonstrate its
fitness to aceomplish the result for which 1t was designed.
Macdonuld v. Edison, 106 O. G. 1263 (1903), 21 App.
D. C. 527; Paul v. Iless, 115 O. G. 251; Gallagher v.
Hein, 115 0. G, 1330 O’Connell v. Schmadt, 122 O, G.
2065 (1906) ; Wickers & Furlong v. McKee, 129 O. G.
869 (1907) ; ool v. Dunn, 151 O. G. 450. The condition
of the prior art must be considered in determining neces-
sity of test. Sachs v. Haskins, 21 Gour. 17-1 (Mar.,
1909).

When Tests Are Not Necessary., When a device is so
simple that 1t 1s apparent upon inspection that it will
perform the intended funection, no test is necessary to
establish a reduction to practice. Mason v. Hepburn, 13
App. D. C. 86, 8t O. G. 147; 1898 C. D. 510; ILande-
meyer v. IHoffman, et al., 18 App. D. C. 1, 95 O. G. 838;
1901 C. D. 353; Loomis v. Hauser, 19 App. D. C. 401, 99
O. G.1172: 1902 C. D. 530; Landa v. Kavle, 158 Q. G.
228 (1910); Gaisman v. Gillette, 165 O. G. 244; Cham-

(i



bers (¢ IWing v, Ifrost, 170 O. G. 244, 246, 37 App. D. C.
332,

Particular Devices, Tests of Which Were Held Neces-
sary:

Tvpe-bars for typewriters. Paul v, Iless, 115 O. G.
251.

Graduated printing plate. Waeckers & I'urlong v. Me-
Kce, 129 O, G. 862.

Mechanism 1o be put in a telephone cireuit, O’Connell
v. Schmidt, 122 0. G. 20065,

Bottle cap so erude as not to be capable of actual use.
Lindemeyer v. Hoffman, 95 0. ¢+, 838.

A cloth eased horse-collar stuffed with cvtton. Couch
v. Barnett, 110 O. G. 1431,

Ticket holder for theater tickets. Lovomis v. Hauser,
99 O. G. 1172,

Elecetrical cireunit protector. Rolfe v. IHloffman, 121 O.
G, 1350.

Roller bearing., Wanter v. Stick, etc., 107 O. G. 1659.

Typewriting machine. uul v. Hess, 113 O. G. 847.

Garment hook., Lowrie v. Taylor & Taylor, 118 0. G.

1681.
Cover-strip for the ends of the Liades of a turbine
wheel. Emmett v. Fullagar, 124 Q. G, 2178,

Inverted gas-mantle, Daggett, Jr., v. Kauffman, 145
0. G, 1024,
- Tuse for clectric lighting cirenit. Sachs v. Haskins,
21 Gour. 17-2 (March, 1909). |
Casing for transmission gearing. ITuff v. Gulick, 177
0. G. 525.

Sound boxes for phonograph. Rinchart v. Gibson, 185
0. G. 527.

Printing press. dlichle v. Scotl {& Scolt, 190 O. G.
1030.

Rail-anchor. Luus, ¢t al., v. Scott, ¢t al., 161 Fed. 122,
126.
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Linked bracelet. Iludley v. Ellis, 265 0. G. 458 (1919),
258 Fed. 984,

142. XKind of Test Required. The kind of test that is
required is a test whieli will show that the machine as
constructed did perform the work which it was intended
to perform, and though it is safer praetice to show a
test under actual serviece conditions such showing may
not be neecessary if its practieability can be established
by a test clsewhere. Roe v. Hanson, 99 0. G. 2550;
1902 C. D. 546; IRolfe v. Hoffmaen, 121 0. G. 1350
(1905) Ebcrsole v. Durkin, 132 O. G. 842 (1907).

A shop test may in some cases be sufficient. Wyman
v. Donnelly, 21 App. D. C. 81, 104 O. G. 310. DBut it
was held that a shop test of a rail anchor was not suffi-
cient. Laas, et al. v. Scott, el al., 161 Fed, 122, 127. Nor
was 4 test of a garment stay not under actual service
conditions. Barcley v. Schuler, 41 App. D. C. 250, 199
0. G. 309. Nor was a test of a tire-holding device by
merely bouneing upon the floor a wheel having the de-
vice and a tire attached. Jobskz, etc. v. Johnson, 247 O.
G, 479. Nor a test of an electric lighting system for
railway cars not tested on ratlway cars. DBliss v. Thomp-
son, 20 Gour. 19-8 (March, 1908). But for contrary
view see decision of Court of Appeals, D. C. Creveling
v. Jepson, 226 O. (. 339, 44 App. D. C. 445. Commereial
practicability not nceessary if it be shown that the device
accomplished the end desired. Laus, et al. v. Scott, et al.,
161 Fed. 122; Roc v. Ilanson, 19 App. D. C. 559, 99 O.
G. 2550, 1902 C. D. 546; Emerson v. Sanderson, 174 O,
Gr. 831 (1911).

An experimental test may or may not estiablish a redue-
tion to practice, depending upon the nature of the m-
vention and the results shown by the test.  Mills w.
Torrance, 17 Gour. 67-6 (Oct., 1905) ; Dashicll v. Tasker,
21 App. D. C. 64,103 O. G. 2147 (1903), 102 O. G. 1551.

Mechanieal changes may be necessary and still con-
stitute a reduction to practice. It is only necessary that
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the device reasonably meet the requirements of the spee-
ification. ool v. Dunn, 151 Q. G. 450, 34 App. D. C.
132, -

143. Parts Broken. The mere fact that some part was
bhroken during the test does not neceessarily show an un-
suceesstul operation, if it was ordinary breakage which
micht be expeeted of similar machines under similar con-
ditions. Double v. Mills, 112 O. G. 1747. But where, as
a result of breaking the materials had to be cehanged, as
well as the shape of the device, the test was held insuffi-
cient.  Gidman € Brown v. Ilmson, 118 O. G. 1933
(1905). And where in the test the deviee was erushed to
fragments, i1t was held not a sufficient test. Gallagher v.
IHeine, 114 O, G. 974, Where the device was embodied
in an automobile and after a run of eighty miles, certain
parts were broken, even though the injury did not ap-
pear to be to the novel parts, it was held an insufficient
test. TTuf ». Gulick, 38 App. D. C. 334, 179 O. G. 579.
Jut where a machine had been used {or six months and
the only broken part was a rivet supporting one of the
parts, the test was held sufficient. Foole ». Wenlk, 118
O. G. 1366 (1905).

144, Must Include All the Elements of the Issue. The
{est must eencrally include all the elements of the issue.
ITenderson v, Gilpin, 186 O. G. 289 (1911), 39 App. D.
C. 428, 187 0. (. 231 ; Michle v. Scott & Secott, 40 App.
D. C. 17,190 0. G. 1030 ; Iett ». Swinnerton, 181 0. G.
542 (1911). But where some of the elements were old
and the nature of the invention was such that a test was
havdly necessary, it was held that the test established a
suceessful reduction to practice cven thoueh lacking
some elements of the issue. Stewart v. Thomuas, 202 0.
G. 1262, 42 App. D. C. 222,

145. When Test Must Be Made, To overcome a prior
filing date, the fest must have been made prior to the
filing date of the opposing party. Michle v. Scott
Seott, 190 Q. . 1030, 40 App. D, C. 17.
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"146. Chemical Compound Test, It is sufficient to show
that the compound had some apparent uscfulness. Pot-
ter v. Tone, 163 O. G. 729 (1911); Silverman v. Ien-
drickson, 99 0. G 445; 1902 C. D. 123.

147. Process Test. A process may be shown to have
been suceessfully reduced to praectice even though the
product was defective, due to defective material and not
to the fact that the process was not successfully carried
out. Appert v. Brownsville Plate Glass Co., 144 Fed.
1135, 118.

148, Two Forms of Machine—One Test. Where after
maling a successful test of one form of machine, the 1n-
ventor made an improved form and showed the second
form in his application, making broad claims, ineluding
the first form, it was held a reduction to practice. Wy-
man v. Dounclly, 21 App. D. C. 81, 104 O. G. 310 (1903).
Affirming Commussioner, 103 O. G. (57.

149. EIvidence of Success of Test, In proving sueceess-
ful operation, care should be exercised to avoid intro-
ducing merely the conclusions or opinions of the wit-
nesses (unless they are persons skilled in the art) with-
out stating the facts upon which such opinions or con-
clusions are based, and it 1s not sufficient for the wit-
nesses to state that a machine was tested and found sat-
isfactory. While such evidenee may be entitled to some
welght, it is plain that in most cases such evidence would
be merely the opinion or conclusions of the witnesses ar-
rived at from what they observed during the test. The
tribunal trying the case is the ultimate judge of whether
the tests were satisfactory, and therefore such tribunal
1s entitled to know what was done at such tests and par-
ticularly what results were obtained. . Robinson wv.
Thresher, 123 0. G. 2627, 28 App. D. C. 22, 123 O. G.
2976 (1906) ; Daygett v. Kavfmann, 33 App. D. C. 450,
145 0. G. 1024. Where the invention was a friction
spring and the evidence showed that 1t was put in a viee
and subjeeted to pressure, but there were no facts ap-
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pearing of record which showed what the pressure was,
nor any facts stated which wounld enable the eourt to de-
termiine whether the statement of the inventor that the
test was safistactory, was justified, 1t was held insuffi-
cient to show a veduetion to practice.  Galluyher, Jr. v.
Hein, 25 App. D. C. 77, 115 0. G. 1530 (1905) ; Fmmet
v, Fullager, 124 O. Q. "’118 (1900).

150, Opinions of Witnesses Skilled in the Art. The
Court of Appeals, D, C,, in the case of Seeberger v. Rus-
sell, 121 0. Q. 242§, 2(; App. DL C. 344, held that the
opintons of witnesses skilted in the art and who were
shown to have understood the invention or construction,
that the device operated successfully, was suflicient to
show reduction 1o practice though the faets upon which
such conclusions were based were not stated.  Ilorton
v, Ziwamer, 32 App. D, C. 217, 137 O, G, 2223 (1908) ;
Hopkins v, Peters & Dement, 190 O, G, 1243, 41 App.
D. C. 302, Fbersele v. Durkin, 152 Q. (i, 842 (1907).

191, Description of Invention Tested, It must of
course clearly appear that the invention i issue is what,
was fested, and 1he witnesses who festify o ifs success-
ful operation must be shown {o have understood the in-
vention,  Schaodt v, Clark, 138 O, Q. 768, 32 App. D.
C. 290.

192. Tests Made at Time of Trial, Where a machine
is operated at the tume of {rial for the purpose of show-
g that it will operate suceessfully, and witnesses arc
producec who tfestify that the machine is in the same
condition as when it was first operafed, and that the last
operation s the same as the first, such facts would estab-
lish a reduetion fo practice. (rmdon v, Wentworth, 130
0. G. 20065 (1‘107)- IPutnam . “"'cfmm'c & Niemann,

S1 O. (. 269, 39 App. D, C. 138, But where a party
has faitled to prove suceesstul nperutirm, he can not at
the final hearine, operate an exhibit {o show that it 1
in operative condition and would have so operated when
first constructed. Taylor ». Giman, 138 O, G. 8§83
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(1910) ; Fefel v. Stocker, 94 O. G. 433 ; 1901 C. D. 269,
17 App. D. C, 317.

1563. Organized Machine Successful-——Presumption as fo
Subsidiary Parts. [f an orgamized machine was suceess-
Fully operated, it will be presumed that its subsidiary
parts also operated successtully,  Uniled Shoe Machinery
Co. v. Greenman, 103 Fed. 2833, 286.

Adoption for Commercial Use. Where an invention had
heen tested by the covernment and adopted as a model
for the production of others hke 1t, it was held to show
a reduction to practice. Schueider v, Driggs, 162 O. G,
1000, 36 App. D. C. 116, Commissioner’s decision, 162
0. G. 269,

154. Circumstances Discrediting Test. Where a wit-
ness after having used a tool, recommended the adoption
of another simtlar tool, it was held that such conduct

“was stronger evidenee that the test was unsatisfactory
than s testimony that it was satisfactory., Double v.
Aitls, 112 O, G. 1747, The construction of another de-
vice to obviate defects tn a prior device, tends to show
that the first device was unsatisfactory,  Marconr v.
Shoemaker, 131 0, G, 1039 (1907). So work on a similar
device or devices tends to show that the first was un-
satisfactors, Jobski, cte. v. Johnson, 247 O, G, 479, 47
App. D. C. 230, Where a machine was construeted and
tested for a short time but subsequently dismantled and
parts of the same were lost oo+ Phe maehine was never
acain et oo other similior vaschines made for several
Ve oo aresdy . Onoarises that the machine was unsat-
infaciovy.  dndéagher v, Ihien, 20 App. D, C. 77, 83;
1905 C. D. 6245 SNeeberger v, Russell, 117 0. (. 2086.
Put on the facts in the latter case the Court of Appeals,
D. €, arrived at a different conelnsion. 26 App. D. C.
S+ But the mere fact that a machine was used but
Little and was then dismantled, is not conclusive that it
was not successtully operated, for failure to use the ma-
chine may be satisfactorily explained. Stunbon v. Ilowe,
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ete., 1563 O. G, 823, 34 App. D. C. 413; United Shoe A a-
chinery Co, v. Greeneman, 153 Fed. 283, 286; IMunk, ef
al. v. Whitely, 117 O, G. 280 (1905).

Long Delay in Putting a Machine in Actual Use—Effect.
Long delay in putting a machine in actual use for the
purposes intended, has always been regarded as a potent
circumstance In determining whether che test was sue-
cesstul or only an abandoned experiment. Sydeman
Mcuade v. Thoma, 141 O. G. 866, 32 App. D. C. 362;
Thomas v. Weston, 99 0. G, 864; 1902 C. D. 521; Green-
wood v. Dover, 1904 C. D. 66, 108 O. G. 2143; Quisi v.
Ostrom, 106 O. G. 1501,

Weight of Evidence. Iix partc tests will not be given
as much weight as tests made in the presence of hoth
parties. Bethlehem Steel Co. v. Niles, ete., 160 IPed. 880.
Affirmed, 173 Fed. 1019.

154a. Patentability of the Issue—Rule 130. One who
desires to question the patentability of the issue to his
opponent, should first make a motion to dissolve under
Rule 122, upon the ground that the claimg arve not pat-
enfable to his opponent, or in other words, that his op-
ponent has no right to make the elaims, and he may then
arcue the question on final hearing. Rule 130 is intended
to provide for the contingeney that one party may have
the right to make the elaims and another party may not
have the right to make them. Tt can not be urged under
this rule that none of the parties, including the moving
party, have a right to make the elaims, or that the eounts
are not patentable, generally, over the prior art. But
where a motion to disselve assails the right of one of the
parties for any reason to make the claims, the question
of priority is direetly involved, since one who can not
make the clanns would not in any event be entitled to an
award of prionity. Llsom v. Bonner & Golde, 246 O, (.
299, 46 App. D. C. 230. Rule 130 only gives a party the
right to argue at final hearing the unpatentability of the
claims to an opponent, and then only when it 1s materiai
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to the right of such party to a patent, and other questions
arisine on motion to dissolve, may not be presented on
final hearing, nor can a party argue the patentability of
the issue over the prior avt. Molynewr v. Ounderdonk,
191 O. G. 292 (1918) ; Huvemeyer v. Corycll, 186 O. G.
208 (1912); Weis v. Mack, 185 O. (1. 830 (1912) ; Smith
& Larsen v, I[, 177 O. G. 523 (1912). The right of a
party to argue at final hearing the vight of his opponent
to make the claims, 1s conditioned upon his having first
moved to dissolve upon that ground, or having presented
a suffictent reason for ns failure to do so.  Weies v, Mack,
185 O. G. 830 (1912); Droadwell v. Lony, 164 O. G. 252,
30 App. D. C. 418. However, the office may consider the
question upon 1its own motion, even though no motion to
dissolve has been made. Smill v. Foley, elc., 136 O. G.
847 (1907). A cause will not be set down for final hear-
ing under Rule 130 except upon motion, which motion
should be made before, but may be made after, entry of
judement upon the record. Noble v. Levine, 180 O. G.
602 (1912). Where a party moves to amend the 1ssue
under Rule 109, and his opponent opposes the motion
upon the ground that tine moving party has no right to
make the claims, suen opponent may urge at final hearing
under Rule 130, the nonpatentability of the claims pre-
sented by such amendment., Leonard v. Pardee, 164 0.
G 249 (1911), Sincee the operativeness of an opponent’s
device goes to his right to make the claims, this question
may be presented on final hearing under Rule 130, where
the gquestion has previously been presented on motion to
dissolve. Darber v. Wood, 127 0. G. 1991 (1907

1585. Operation of Similar Devices. Proof may be made
that another device of substantially the same construe-
tion operated successfully. Laas, ¢f «l. v. Scott, et al.,
161 Fed. 126.

156. Abandoned Experiment, The proofs tending to
establish a reduection to praetice must be considered as
a whole with all the surrounding cireumstances of the
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case and the action of the inventor with respeet to his
ihvention, whether he made or attempted to make use
of it, or pursue his objeet to any final conclusion, wheth-
cr he made any attempt to apply For a patent, whether he
aave up his original structure and proceeded to work on
some ofher or similar deviee for similar use, after testing
the original, or threw the original on the scerap heap,
permit{ing parts thercof to be lost, or delaved giving it
any further constderation until he learned of a rival 1n
the field. 1t would therefore be quite 1mpossible {0 state
any eeneral rule as to what is and what 1s not merely an
abandoned experiment, sinee ecach case must rest upon
the particudar faets and circumstances shown.,  Ocum-
paugh v, Norton, 20 App. D. €, 90, 115 O, G. 1850
(1905).  Where an inventor does not use his machine,
but permits it to shunber and does not apply for a pat-
ent, he can not resort {o such imvention as an anticipation
of & subsequent patent by another, Welshbaeh Laght Co.
v. Cohn, 181 Fed. 122, 125, And where an invention i
laid aside for six years until it 3s discovered that an-
other has entered the field with a similar device, such in-
action would strongly tend to show that the invention
was impractieal, or if operative, had been abandoned.
Curlain Supply Co. v. National Lock Washer Co., 178
Fed. 95.

Discarding the Invention After Test. Where one
throws aside his invention atfer test and does nothing
more until he learns of others making a similar device,
such action would indicate that the alleged 1mmvention was
merely an experiment.  Lawrence v, Voight, 147 0. G.
230 (1909) 5 Lemp v. Mudge, 114 O, G. 763, 24 App. D.
C. 282 Giman & Drown v. Ihimson, 201 0. G. 1219
(1913) ; Wiipple v. Sharp, 112 0. G, 1719,

Another Device Put Upon the Market After Test. The
cireumstance that another device wis put upon the mar-
ket Ly the inventor, or those who were given charge
thercof, after test of the invention in question, wi »!d in-
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dicate that the test was unsatisfactory and the invention
merely an expernment. Pawl v. Hess, 24 App. D. C. 462,
115 O. G. 201 (1905); Quist v. Ostrom, 108 O. G, 2147 ;
Hithard v. Brooks, 111 0. G. 302, 23 App. D. C. 520;
Dliss v. McFiroy, 122 0. G. 2687 (1906); Gordon v.
Wentworth, 31 App. D. C. 150, 135 O, G. 1125 (1908) ;
Gillwman & Brown v, Hlinson, 122 0. G, 731, 26 App. D.
C. 409. Where the 1invention 1s laid aside for a long
period after alleged reduction to practice, while the in-
ventor works on other inventions, a presunmption arises
that his first mmvention was merely an abandoned ex-
periment. Addams v, Murphy, 96 0. G, 845; 1901 C. D.
401,

Inaction in the Face of Demand for the Invention.
Total abandonment of effort in the face of a strong de-
mand for the imvention 1s proof positive that the device
amounted only to an abandoned expernment.  Lewmp v.
Mudge, 24 App. D. C. 282, 114 O. G. 763 ; EReichenbach
v. Kclley, 94 O. G, 1155; 1901 C. D, 282,

Delay as Evidence of Abandoned Experiment. A long
delay atter alleged reduction to practice, during which
time the mventor develops other inventions, is convine-
ing ¢videnee that the alleged reduction to praetice was
merely an abandoned experiment, Moore v. Hewttt, 31
App. D. C. 577,136 0. G, 1535 (1908). A delay of four
vears in applying for a patent 1s sirong evidence that
the device was not successful. Fefel v, Stocker, 94 O. G.
433 1901 C. D. 269; Owist v. Ostrom, 108 0. G, 2147,
23 App. D. €, 69,

Refusal to Adopt After Test. Where those who were
relied upon to market the device abandoned the enter-
prise after test and refuse further assistance thereafter
and nothine further was done by the inventor for several
vears, the invention was held to be an abandoned experi-
ment. Pohle v. MelKnight, 119 O, G, 2619 (1905),

Abandoned for Financial Reasons. Where a party can
make satisfactory proof showing that his 1naetivity was
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due to lack of finances and it is further shown that his
deviee was practically operated, such inactivity will not
be regarded as an abandonment of the invention, nor as
proof that his reduction to practice was merely an aban-
doned experiment, Columbia Motor Cur Co., et al. v.
C. 4. Duerr & Co., ¢f al., 184 Fed. 8§93, 900,

Work Done by Hand After Alleged Reduction to Prac-
tice. Where the invention is intended to dispense with
hand work and for three years after the allezed reduc-
tion to practice the inventor continued to do the work by
hand, such circumstance was held to show that the in-
vention was merely an abandoned experiment and not a
reduction to practice. Jenner v. Dickinson, efe., 116 O.
G. 1181 (1904).

Making a Second Machine. Where the inventor makes
a second machine differing from the first merely in jm-
provement in details, sueh facet does not show that the
first machine was not successful. Brooks v. Smith, 110
0. G. 2013.

157, Concealment., The man who seerefes an inven-
tion contributes nothing to the publiec. The law owes
nothing to the inventor who hides away his invention,
and 1t is the settled doctrine of the Court of Appeals of
the Distriet of Columbia, and of the Patent Office, that
when an inventor perfects and reduces to practice an
invention, and fails for an unreasonable period to take
steps to give it to the publie, and until some one else has
independently invented and patented it, the cavlier in-
ventor forfeits his right to a patent as against the later
and more diligent inventor. Drown v. Campbell, 201 O.
G. 905, 41 App. D, C. 499; Mower v. Crisp, 83 0. Q.
1555 Mason v. Hepburn, 84 O, G, 147, 13 App. D. C. 86;
Davis v. Porsythe & Forsylhe, 8T O, G, 516; Mower .
Duell, Com’r., 88 0. G. 191; Thowmas v. Weston, 94 0.
G. 985, 19 App. D. C. 3735 Wright v. Lorenz, 101 0. G.
664; Macdonald v. Edison, 105 O. G. 973; Kendall .
Winsor, 21 How. 322, 327, 328; Mutthes v. Burt, 114 O.
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(. 764, 24 App. D. C. 265; Curtain Supply Co. v. Na-
honal Locek H'm-hrr Co., 174 IFed, 45, 47; Robinson on
Patents, See. 384,

The {l{l{,lllll{l' of concealnent 15 however, a strict one
which will not he enforeed except in cases which come
clearly within it,  So where there i1s nothing to indieate
that a party was induced to file because of knowledge of
activity on the part of another, and there are no circum-
stances to impugn his good faith, or he can satisfactorily
explain his inaction and such explanation appears rea-
sonable and in accord with conduet which might be rea-
sonably expected ol a person who was honestly seeking to
eive the publie the benefit of his invention, he can not be
charged with concealment, DIrown v. Blood, 105 O. G.
976 (1903) ; Gaisman v, Ghillette, 36 App. D. C. 440;
Hhibbard v. Berg, 10 App. D, C. 5775 Stewart v. Thomus,
42 App. D. C. 222, Picrmann v. Clhusholm, 44 App. D.
C. 460; Lederer ¢ H'uUm' 182 0. G. 511 ; Hathawuay v.
Yeld, 261 O, (: 413, 1919 C. D. 460; Aufiero v. Mon-
not, 242 O, G. 7H0, l() App. D. C. 297,

The fact llldl an mvenfor conceals and suppresses his
invention after reduction to practice and does nothing
more with it in the way of giving the public the benefit
of it, or applying for a patent, until he obtains some
definite knowledgee that another party has made the same
invention and put it into use, or has applied for a pat-
ent, 1s usually sutficient to cause the first inventor to lose
any richts he may have originally had in such invention.
Matthes v. Burt, 24 App. D. C. 265, 114 O. G. 761;: Gor-
don v. Wentwworth, 31 App. D. C, 100, 135 O. G. 1125
(1908) : Dreclschmidt v. Schaefer Holmes, 246 0. G.
201 Wihatney v. Brewer, 177 O. G, 1296. So where a
party after reducing his invention to practice, put it
asule for more than a year until he discovered that his

ival had put his invention upon the market, it was held
that he must be charged with coneealment. IHoward v.
Lowes, 31 App. D. C. 619, 137 O. G. 733 (1908). The
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question as to who was first to file his application is not
material as to one who is properly charecable with con-
cealment, Whitney v, Breaweer, 177 Q. G, 1296.

Disclosing to Others as Affecting Concealment. Where
the imventor does not keep his invention secret but dis-
closes it to others, there is no abandonment of the inven-
tion by concealment,  Chisholm v. Pierman, 225 Q. Q.
1105 (1915).  Nor where the inventor showed his inven-
tion to his opponent, MHeyer v, Surfert, 102 O. G, 1555
(1903).

198, Originality. One of the questions which may
arise in an mterference and which is pertinent to the
issue of priorvity, is that of originality. 1t is plain that
otic who has derived his knowledee of the invention from
his opponent is not au inventor. fovidence that a third
party, who is not a party to the record, invented the de-
vice 1 issue, is not material, henee evidence as to orig-
mality will be confined to the purties to the interference.
Foster v, Antisdel, 88 O. G. 1527, 14 App. D. C. 552,
Pope v. McKenzie, 38 App. D, C. 111, 176 O, G. 1072;
Thomas v. Wentraub, 175 O, G, 1097 (191]) s Ierman
v, Fullman, 107 O. G, 1094 Dawer v. Crone, 118 0. G.
1071 Doble v. Henry, 118 0. G, 224) (1805).

199. Burden of Proof. The burden of provine lack of
originality 1s upon the one who asserts 1t, and the fact
must be established by elear evidence m any case, but
where the party against whom the charee is made has a
patent wilneh was granted prior to applicant’s filing date,
ithen the applicant must prove beyond a reasonable
doubt, want of originality in such patentee. RKreay v.
(irecen, 124 O. G. 1208 (1906); Funk v. Matteson v.
Hatnes, 100 O, G. 1764 (1902), 20 App. D. C. 235, 100
0. G. 1563; 1902 C. D. 297; Swinglchurst v, Ballard,
260 0. G. 4;)9 (1919), 258 Fed. 973,

160, How Established. lLiuck of originality is a diffi-
cult fact to prove sinee direet evidencee 1s not ordinarily
obtainable and resort must be had to civenmstantial
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evidence. As has often been satd in eriminal cases, cir-
cumstantial evidence is as reliable as any other evidence,
provided the eircumstances pointine to the existence of
the faet in question are so complete in detail that no
other reasonable conclusion can be drawn from them
than that such fact exists. . Reinhart ». Gibson, 185 O.
G. 1383, 39 App. D. C. 358.

161. Opportunity of Derivation. 1t is proper to show
that a party had an opportunity of deriving his knowl-
cdee of the invention from his opponent, and the fact
that he had sueh opportunity would be a strong cireum-
stance tending to establish lack of originality, but the
fiere existence of such opportunity would not of itself
he sufficient to establish lack of originality. Wood wv.
Poor, 126 O. G, 391 (1906) ; Cutler v. Keeney, 17 Gour.
66-2 (Aug., 1905). Where two parties appear with the
same invention, identical in many nevel details, there
would be a strone suspicion that one derived his knowl-
edee from the other, 1f it also be shown that he had an
opportunify to so derive such knowledge. Deal v. Shu-
man, 120 0. G. 653 (1905).

162. Failure to Rebut Evidence of Lack of Originality
—Effect. The tailure of a party to rebut the sworn state-
ment of his adversary that he fully diselosed the inven-
tion to him, 18 conclusive evidence that the latter was
not the first inventor, and the oath filed with the appli-
cation of the party so charged, 18 not sufficient to overs
come the eifect of sueh testimony, Wanslow v, Austin,
14 App. D. C. 137; Hewlett v, Sternberger, 40 App. D.
C. 287, 190 O. G. 270; Royce v. Kempshall, 125 0. G.
1347 (19006).

163. Sufficiency of Disclosure to Prove the Charge.
Where one alleeed that he communieated the invention
to his opponent, he must show exactly what the nature ot
the communication was and that 1s was full and clear as
to all essential elements of the 1nvention, so as to enable
che party to whom such disclosure was made to give 1t
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practical form and effeet without the exereise of inven-
tion on his part. Aaderson v, Wells, 122 O, G, 3014
(1906) ; Podelsak v. Mclnnerney, 26 App. 1), C. 39%, 120
0. G. 2127 (1906).

Reduction to Practice by One Inures to the Benefit of
the Other. Where one who has derived his knowledee of
an mvention from another reduces it to practice, such
reduction to practice inures to the bonefit of the one
who made the diselosure. Shuman v. Deall, 123 O. G.
1664, -

164. Employer and Employee. Where one employs
another to construet or inmprove a machine, the presump-
tion is that the resultine machine or improvement is the
invention of the employver, in the absence of satisfactory
proof to the contrary. Thibodeau v. Ihidreth, 117 O. G.
601, 25 App. D. C. 320. 'The burden of proof that the
invention is that of the employee rather than that of the
emmnloyer, is upon the employee in such cases, but the em-
ployer must show that he disclosed to the employee more
than the result desired and that he did not leave it to the
employee to invent the means of accomplishing the re-
sult. He mast show that his instructions not only em-
bodied the result to be attained but also the nieans of ac-
complishing the result. Corry, et al. v. McDermott, 117
O. G. 279, 25 App. D. C. 305; Robinson v. McCormick,
128 O. G. 3289 (1907); Mc¢Keen v. Jerdone, 34 App. D.
C. 163, 153 0. G. 272; Ladoff v. Dempster, 166 O. G. 511,
36 App. D. C. 520; Eshelman v. Shantz, 189 O. G, 1282,
39 App. D. C. 434,

When the Rule Does Not Apply. The rule does not
appiy unless the employee is engaged in perfecting the
device under the direction of the employer. Soley v.
ITebbard, 5 App. D. C. 99; Jameson ¢ Yeserba v. Ells-
worth, 192 0. G. 218, 40 App. D. C. 164 Schroeder v.
Wageley & Stocke, 118 O. G. 268 (1905). Nor where
once is employed merely as a draughtsman. AMiller ».
Blackburn, 172 0. G. 549 (1911). Nor where the mak-
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e of (he improvenient is not within the line of the
dities of the employee. [Peckham v, Price, 118 Q. G.
1934 1903),

Arcillgrvy Features fo the Main Invention Belong to the
Employer. Orcutt v, MeDonald & MceDonald, 118 O. G.
201 (U000 27 App. D. C, 228, 123 O, G. 1287 (1906) ;
Mooy 2, Colby, 198 O. G. 8§99, 41 App. D. C. 248;
Libby v. Farmer & Turner, 18 Gour. 37-14 (May, 1906) ;
Krcay v. Green, 127 0. G. 1581 (1906) ; Agewan v. Jor-
dan, T Wall. 583, 602; Gedge v. Cromwell, 19 App. D.
C. 198; Milton v. Kangsley, T App. D. C. 531; Larkin
v. Richardson, 127 O, G, 2394 (1906).

To What Improvements an Employee Is Entitled. The
eniployver is entitled to any improveuments made by the
employee in the discharge of his duties in constructing
or improving a machine which are due to the exercise of
his mechanieal skill, but if the employee goes farther
than mechanieal skill enables him to do, and makes an
actual invention, he is entitled to the benefit thereof.
Mcleen v, Jerdone, 153 Q. G, 272, 34 App. D. C. 163;
Ladoff v. Dempster, 166 O. (. 511, 36 App. D. C. 520;
Sparkman. v, Ihygins, 1 Blateh, 206; Yoder v. Mills, 34
0. G. 1048; Huebel v. Bernard, 90 O, G. 751, 15 App.
D. C. 510; Neth & Tamplin v. Ohmer, ete., 135 0. G.
662 (1908), 30 App. D. C. 478.

Fellow Employees—Principal and Assistant. The same
rile of law that applies to employer and employee, aj-
plies with like foree to prineipal and assistant, thouch
they are fellow employces. Drannstern v. Holmes, 133
0. G. 1937 (1908).

165. Inoperativeness. Where a party to an interfer-
ence desires to present evidence that the struecture of
his opponent is inoperative, and sinee the question of
the operativeness of the device goes to the question of the
richt to make the claims, he should proceed in aceord- -
ance with Rule 130, first to prosecute a motion to dis-
solve before the Primary Examiner (Tiaw Examiner),
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and subsequently, if necessary, bring a motion before the
Exanminer of Intertferences for leave to take testimony as
to the operativeness ol his opponent’s device. Pym v.
Hadwway, 125 0. G, 1702; Lowry & Cowley v. Spoon,

122 0. G. 2687; Drown v. Stroud, 122 Q. G. 2688, Dut
in Litler v. !ual. ai, 104 O. G. 1897, it was held that a
party must antieipale ordinary attuacks upon hig evi-
dence and that testimony taken as to the operativencss
of a device offered in evidence by a senior party would
not be stricken out,

Character of Showing Required—Motion to Take Testi-
mony as to Operativeness, As a prerequisite to the right
o take testimony as to the operativeness of an opponent’s
deviee it is not necessary that the moving party make an
absolutely conclusive showing of inoperativeness, but it
he makes out a prima facie case of inoperativeness
thereof, which does not extend to his own, and 1t appears
that it would be a matter of great difficulty to decide
the question of operativeness from a mere msgpection of
the apphication and it can not be determined that a de-
cision so arrived at would be the same as would be
reached in the Light of mformation that might be dertved
from witnesses expert in the art to which the 1nvention
relates, a motion for leave to take testimony should be
eranted.  Lowry & Cowley v. Spoon, 124 O, G. 1846
(1906) ; Brown v. Stroud, 122 Q. G. 2688.

Counter Affidavits. While an opposing party may at-
tack the sufficieney of the motion, he should not present
counter affidavits. Clement v. Drowne v. Stroud, 126 0.
G, 2589 (1907).

166. Public Use. It may not be possible to give any
aceurate defimtion of the ferm *‘publie use,”” but the
ceneral principles by which we may determine whether
or not a certain use 1g a public use or otherwise, are
fairly well established by the decisions.

The use of an invention by the inventor himself, or of
another person under his direction, by way of experi-
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ment, and 1 order to bring the mvention to perfection,
has never been regarded as a publie use. YWhen the sub-
jeet of the mvention is © machine, 1t may be tested and
tried in a building either with or without closed doors,
in cither case, such use is not a publiec use within the
nieaning of the sfatute so long as the inventor is en-
auged, in good faith, in testing its operation. IHe may
see cause to alter it or improve it or not. Ilis experi-
~ments will reveal the faet whether any alterations may
be neeessary, 1t durability s one of the qualities to be
attained, a long period, perhaps years, may be neeessary
to enable the inventor to discover whether his purpose
is accomplished. And though during all that period he
may not find that any changes are necessary, vet he may
he justly said to be using the maehine only by way of ex-
periment, and no one would say that such use, pursued
with a bona fide intent of testing the quality ot the ma-
chine, would be public use, within the meaning of the
statute. So long as he does not voluntarily allow others
to use it, and so long as it i1s not on sale for general use,
he keeps the invention under his own control and does
not lose his right to a patent. It would not be necessary
in sueh case that his machine be put up and used only in
the inventor’s own shop or premises. Ile may have it
put up and used on the premises of another, and the use
may inure to the benefit of the owner of the establish-
ment. Still, if used under the surveillance of the inven-
tor, and for the purpose of enabling him to test the ma-
chine and ascertain whether it will answer the purpose
intended, and make such alterations and improvements
as experience demonstrates to be necessary, it will still
be an experimental use and not a publiec use, within the
meaning of the statute. But if the inventor allows his
machine to be uscd by other persons generally, either
with or without compensation, or if it is with his con-
sent, put on sale for such use, then it will be in publie
use :21(:1 on publie sale within the meaning of the law.
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Flizabeth v. Amervican Nicholson Paving Co., 97 U. S.
135, 24 1. Kd. 1004 Beedle v. Dennet, 122 U. S, 77, 30
L. Iid. 1074.

Whether the use of an invention is public or private,
does not necessarily depend upon the number of per-
sons to whom its nse is known. It the inventor, having
made his deviee, gives or sells it to another, to be used
by the donee or vendee, without limitation or resrtietion,
or injunction of secrecey, and it 1s so used, such use 1s
publie, within the meaning of the statute, even though
the use and knowledge of the use may be confined to one
person. ILygbert v, Lippman, 104 1, 8, 333, 336; Rool
v. Third Ave. E. Co., 146 15, 8, 221, 36 1. ©d. 951, So
witere one uses the invention himself for his own profit
and advantage, 1t is publiec use. International Tooth
Crown Co. v. Gaylord, 110 U. S, 63, 35 1., 12d. 347.

Where the invention is a machine desiened {to manu-
facture articles, the mventor may mike use ot or sell
siich produet as he may make while so experimenting,
without bringing himself within the statute as to public
use. But if the invention is upon the article, the sale of
the article would be public use. Bryce DBros. Co. v.
Seneew Glass Co., 140 Fed. 161,

167. Character of Evidence as to Experimental Use.
Where use for more than two yvears prior to the appli-
cation for a patent is established, 1t 1s inecumbent upon
the patentee to show by elear, unequivoeal and convine-
ine evidence that sueh use was experimental with a-view
to perfeeting the mechanism and nnprove its operation
or test its qualities, Smith « Griggs Mfg. Co. v. Sprague,
123 U. S. 264, 31 1. Ed. 146.

Public Use in Interference Cases. 1i secms that the ac-
tion of the Patent Oftice relating to publie use 18 not
conclusive against the parties and a review may be had
in an action in equity under Seetion 4918, Revised St.
Dittyen v. Rucine Paper Goods Co., et al., 181 Fed. 39-.

The fact that a party to an nterterenee proceeding
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has heen awarded a judgment of priority does not nee-
essavily mean that he is entitled to a patent, for it may
appear in the course of the proceedings that there 1s a
statutory bar to a grant of a patent to him, Sobey v,
Holsehlwme, 28 App. D, C. 65, 126 O. G. 3041; 1907 C. D.
165; Ihwrson v. Vogel, 29 .\pp. D. C. 345, 131 O. G. 942,
{Inited Stales e vel., Dunklcey-v. Ilwing, Com’r, 203 O.
(i. 603, 42 App. D, C. 176.

168. Public Use Proceedings When and How Insti-
tuted. Since the institution of publie use proeecedings is
within the discretion of the Commissioner, alter consid-
eration of the prima facie prools presented, the peti-
tioner should present with his petition sufficient affi-
davits to make out a prima facie case of publie use
acatnst the applicant, serve the other party or parties
with due notice of the filine and hearing of the petition,
offer to produce the witnesses for examination and bear
the expense.  And where such petition is filed before the
taking of testimony as to priority, the public use pro-
ceeding will take precedence. In re United States Wood
Preserving Co., 153 O. G. 271 (1910) ; Schrum v. Baum-
garten, 104 0. (: YN R

Petition Presented Pending Motion to Dissolve. If a
motion to dissolve is pendine at the time of the filing of
the petition to institute publie use proceedings, such mo-
tion should be determined before proceeding to deter-
mine the (uestion of publie use. The reason for this is
that a ruling on the motion to dissolve may make 1t un-
necessary to incur the expense which might be involved
in the public use proceeding. Sayder v. Woodward, 173
0. G. 863 (1911); In re United States Wood Preserving
Co., 153 0. G, 271.

After Testimony Has Been Taken as to Priority. After
the parties have taken their testimony as to priority, the
interference should not be suspended for the purpose of
instituting public use proceedings, since a ruling on the
question of priority may make it unnecessary to deter-
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mine the question of publie use, unless the testimony
shows that the party against whom the publie use pro-
ceeding is to be instituted, kuew of the public use and Ins
application was therefore fraudulently filed, Lauellen .
Claussen { Cluus, 190 O, G, 265 (1913); Knewsly wv.
Naisting, 174 O, G. 830 (1911); Doble v, Ienry, 118
0. G. 2249 Wert v, Borst, ele., 122 0. G, 2062; Bren-
izer v, Robinson, 166 O. G. 1281 (1911).

As Between Applicants. 1n Sarferi v. Meyer, 98 0. G.
793 1902 C. D. 30, Commissioner Moore said:  ““Where
the interference 1s between pending applications, the -
stitution of publie use proceedings prior to the final de-
termination of priority is uniformly refused, for the rea-
son that if the bhar of publie use or sale be established
against one of the parties, it might {eave the road clear
to the grant of a patent to the other, who might perhaps
not be the prior mventov.”’ |

When Shown by the Evidence in an Interference—
Action Under Rule 126, The Examiner of ITnterferences,
or Board of Examiners in Chief, may either before or mn
thetr decision on the question of priority, diveet the at-
tention of the Commissioner {o the fact that in their
opinion the issue is not patentable beeause of two vears’
public use.  In such ease the Commissioner refers the
uestion to the Primary Examiner for a report thereon.
it the Primary Examiner reports that in his opinion the
ssue is not patentable beeause the evidence shows more
than two years’ public use prior to the filing of the
application, the office will not be justified in continuing
the interference without investigating and finally deter-
mining the question of public use. DBut the evidence
taken in the interference can not be used as a basis for
final judgment as to that question without eiving the
parties an opportunity to take further testimony thereon.
The Commissioner will then notify the parties that the
testimony already {aken will be used as prima faeie case
in support of the atlegation of public use and if any of
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them wishes to take testimony, to notify the Commis-
stoner within a specified time, It such notice is given
time will be given by the Commissioner in which the
parties may take their further proofs. Niedringhaus v.
MceConnell, 121 O, G 328 (1905).  Allerations as to pub-
lie use must apply to all the counts to warrant a suspen-
sion of proceedings,  Moss v. Dlwsdell, 113 O. G, 1703 ;
Patee v. Cook, 16 Gour, 2-1.

WITNESSES.

170. Subpeena for Witnesses, 13v the provisions of
Secetion 4906 R. S., the ¢lerk of any court of the United
States For any distriet wheremn testimony s taken for
nse in a contested cause in the Patent Office, shall, upon
application of any party thereto, or of his acent or at-
torney, issue a subpeena for any witness residing or being
within sueh distriet, commanding him to appear and fes-
tify betore any officer in such distriet authorized to take
depositions and affidavits, at any time and place in the
sttbpeena stated.  But no witness shall be required to at-
tend at any place morve than forty miles from the place
where the subpeena 1s served upon him,  His fees and ex-
penses must be paid or tendered unless he waives them,
and his failure 1o demand them is not a watver. In re
Docshore, 125 Fed., 651,

The Patent Office has no power to compel the attend-
ance of witnesses, nor to compel a party to an interfer-
ence to submit himself for examination by subpwna or
render a judement against him for failure to do so. flen-
derson & Canlley v. Kindervater, 192 O, G, 741; Lind-
strom v. Lipschuis, 120 O, G, 904 Kelly, et al. v. Purk,
et al., 81 O, G. 1931 Buy Stute Belling Co, v. Kelton-
Bruce Mfg. Co., 127 O. G. 1580,

171, Application to Force Obedience. 'I'he proper
form of application {o enforee obedience to a subpmena
issued under this section 1s a petition to the court for an
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attachment for contempt. Brungger v. Smith, 49 Fed.
124,

Subpiena duces tecum. This section does not authorize
the 1ssue of a subpoena duces tecum, Kz parte Moses,
53 Fed. 348 I'n re Ountealt, 149 ¥ed. 228,

Ifatlure to attend ov refusal to testify. Sce, 4908 R. S.
provides that one who has been served with a subpena
and neglects or retfuses to appear, or after appearing,
refuses to testify, may be punished by the judege of the
court whose clerk issued the subpena. But a witness
shall not be required to disclose any seeret invention or
discovery made or owned by himself.

172. Refusal to Testif y—Suppression of Testimony. It
has been held that the testimony of a witness may be
suppressed on account of his refusal to furnish material
evidence. Lindstrom v. Lipschuiz, 120 O. G. 904 (1905).

173. Solicitor of Patents as a Witness. A solicitor of
patents who is not an attorneyv-at-law, is not privileged
from answering questions under this scetion, as he ean
not invoke the privilege of confidential communication
between attorney and client.  Brungger v, Smith, 59
Fed. 124,

174. Cross-Examination of Witnesses. There will be
no attemipt here {o discuss in detail matters pertaining
to the cross-examination of witnesses, but merely to state
some of the general rules,

Leading Questions. It i1s well seftied that the cross-
examiner is entitled to ask leading questions. Ifempton
v. State, 111 Wis, 127, 86 N. W, H96.

Assuming Facts Not Proved. Counsel in his cross-
cquestions should not assume that the witness has testified
to faets to which he has not testified. Howland v. Oalk-
land etc., B. . Co., 115 Cal. 487, 47 Pac. 120.

Argumentative Questions. Questions should not be
argumentative. People v. Harlan, 133 Cal. 16, 65 Pac. 9.

Bringing Out New Matter. Where on cross-examina-
tion counsel goes gutside the direet examination and in-
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quires about new matters, not related thereto, he makes
the witnesses his own as to such new matter and he 1s not
entitled to ask leading questions in relation thereto,
though this is a matter within the disceretion of the court,
according to the circumstances. Legg v, Drake, 1 Ohio
St. 286, 29 Ala. 558.

Immaterial Matters. Where on direct examinalion a
witness has been asked about mmmaterial matters, the
other party has a right to cross-examine with reference
thercto. L. & N, R. Co. v». I1ill, 115 Ala. 334, 22 South.
1623,

175, Acts and Conversations., Where an act or a
statement or a part of a conversation of a witness is put
i evidenece, he may be cross-examined respecting every-
thing connected with that act, or all the circumstances
under which the statement was made, or the entire con-
versation may be brought out, even though parts of it
may be immmaterial. In other words, when the party eall-
ing a witness opens up a subject, his opponent 1s entitled
to inquire all about that subjeet. Vogel v. Harris, 112
Ind. 494, 14 N. E. 385; State v. Pancoust, 35 L. R. A.
518; Ilartness v. Goddard, 176 Mass, 326, 57 N. E. 077 ;
Gilmer v, Higley, 110 U, S, 47.

176. Showing Hostility, Bias and Prejudice. Great
latitude 1s permitted in eross-examining a witness with a
view to showing hostility to a party; hence he may be
asked as to his interest in the case, his relations to the
party calling him, his feeling toward the opposing party,
or any facts or cireumstaneces which would tend to reveal
his state of mind with refercence to the parties. People v.
Thompson, 92 Cal. 5006, 28 Pae. 589.

177. Impeachment of Witness, A witness may be im-
peached by showing that he made statements at some
other time and place which are contrary to those testi-
fied to, but it is necessary to ask the witness on cross-
examination whether he made such statements at a certain
time and place and to a certain person. 1f he denies hav-
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inge made the statement, the person to whom he is alleged
to have made them, may be called to prove the Faets as
latd in the impeaching gquestion,  Conrad v, Griffey, 16
How., (U. %) 435 clueats v, People, 134 LHL 4015 i e-
Chulloch v, Dobson, 133 N Y. 1X:d; Shellon . Fenton
Fleetrie Light ele. Co., 100 Mich, 87,

Evidence Must Be Material. You caunot impeach a
witness upon an immaterial matter, that is, matter not
naterial 1o the issue on trwal, U, S, v, Dickinson, 2 Me-
Lean (U, 8.) 9206 People v. Tipley, 84 Cal, 651 ; Flbert
v Woaliman, 122 ITnd, 5385 Com. v, Jones, 135 Mass. 170,

178. Surprise by Hostile Witness. 1t not infrequently
happens that a party calling a witness s surprised by the
witness testifyving direetly opposite to what he indicated
to the party calling him.  In sneh case the party ealling
him is usually permitted to cross-examine him to a lim-
ited extent, and, in some jurvisdictions, to tmpeach him,
not for the purpsse of showing that his orizinal state-
ment to the party ealling him was true, but for the pur-
pose of setting the party who called him rieht before 1he
court or jury.

179, Party as a Witness—Presumptions Arising From
Failure to Testify or Produce Evidence. Where a party
refuses to answer questions, it will be presumed that the
facts are against him,  Perei v, Thoma, 188 O, G, 1053,
39 App. D, C. 460.

180. Failure to Call a Material Witness. Where a
pariy fails to call a material witness and offers no ex-
planation for not calling him, the preswmption is that his
testimony would have been unfavorable. . MeConnell .
Wood, 200 O, G, 767; Dlachman v, Adlecander, 113 Q. G.
1703, 26 App. D. C. 541, 121 O, G, 19795 Durndbull .
Curtis, 120 Q. (. 2442 (1905) ; Schaudt v, Clark, 138
O. G, 768, 32 App. D. C. 250. But where the witness
might have been called by either party and such witness
was the only person, aside {rom the parties, who knew
certain faets, and it appeared that the witness was 1n the
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employ of one of the parties, it was held that the party
in whose employ he was would have called him, 1f his
testimmony would have been favorable to such party.
Gallagher v, Hastings, 103 O, G. 1165, 21 App. D, C. 88.

Failure to Call a Hostile Witness. Where an assience
failed 1o call the inventor and it was shown that the in-
ventor was hostile to such assigncee, and it was within the
power of the opposing party to have called such appli-
cant, no unfavorable presumption arises against the as-
sirnee. Ntoelzel v. Fordyce, 21 Gonr. 2-4 (Jan., 1909) ;
Stlverman v, HHendrickson, 99 O, G, 4155 1902 C. . 123,

181, Failure to Deny Charges of Lack of Originality.
When the faets are peculiarly within the knowledge of a
party and he fails to take the stand and testify thereto,
the presumption is that he could not deny the truth of
the evidence offered against him. Steinberger v, Hew-
lett, 183 O. G. 1308 (1912): Wainslow . dustin, 86 O.
G. 2171; Royce v. Kempshall, 125 0O, G, 1347 (19006) ;
Rollfe v. Kaisling v..Leeper, 143 0. G. 562, 32 App. D,
C. 582, So also a failure to produce evidence clearly
within the coutrol of a party, raises a presumption that
if produeced, it would have been unfavorable. ITufl v.
Gulic, 179 O. G. 579, 38 App. D. C. 335 And where the
circumstances arce such that a party might easily dis-
prove the facts sought to be estublished by Ins opponent,
if untrue, an<l he fails to make any effort to disprove
them, the presumption is that they could not be dis-
proved. Schncider v, Driggs, 162 O. G, 1000, 36 App.
D. C.116; Whitman v. King, 160 O. G, 260, 35 App. D.
C. 449,

182. Failure to Produce Sketches or Devices., Where
a party claims to have produced certain sketches, draw-
ings, or to have completed a certain deviee, he should
produce the same or make a satisfactory explanation for
not doing so. In the absence ot a showing of any reason
for not producing such evidence, an unfavorable pre-
sumption arvises. Saunders v. diller, 146 0. G. 505, 33
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App. D. G 4565 Turabull v. Curtis, 120 0. G, 2442
(1905).,

183. Failure to Rebut. Where the cirenmstances show
that the evidence produced by a party might readily be
disproved, if untrue, and his opponent makes no eifort
to disprove the facts, sueh failure raises an unfavorable
presumption against such opponent.  So where the evi-
dence clearly showed that a certain machine embodying
every element of the issue was in existenee and readily
accessible to the party who might be expected to dis-
prove its existencee if he entertained any doubt of the
truth of such evidence, but he offers no evidence upon
that subjeet, the existence of the machine will be re-
ocarded as established. Swmith v. Kilgren, 215 0. G. 324,
43 App. D. C. 193,

Employee and Employer—Independent Inventorship.
The unexplamned faitlure of an employer to take the
stand, necessitates an inference m favor of the em-
ployees’ independent inventorship. - Peckham v, Price,
118 O. G. 1934 (1902), 26 App. D. C. 556.

184. Conduct Inconsistent With Claims to Invention.
The conduet of a party, acts as well as words, is often
more potent in revealing the truth than the testimony
he renders after becoming involved in a controversy with
another. Hence 1t is mmportant in weiching the testi-
mony to consider what happened prior to as well as after
the controversy arose, and where a party claimed to have
made an inveution at a certain time, but continued there-
after to experiment upon other inventions for securing
the same ultimate results, and full records at the time do
not mention the Invention in issue, and patents were
taken out on other inventions;, but no application was
filed on the invention 1u issue, it was held that the con-
duet of the inventor at the time 1s stronger evidence
against his clann to invention than is the testimony of
himself and witnesses in favor of the same. Sherwood v.
Drewsen, 124 O, G, 1205 (1906); Gibbons v. Peller, 124
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O. G. 624 (1906) 3 Larkin v, Richardson, 122 0. G, 2390
(1906).

185, Failure to Assert Claim to Invention, Where a
party fails to assert any claim to an invention under
cireumstances which would indicate that another 1s
claiming it, and the former constructed no device em-
bodying the issue, the presumption is that he did not
invent it.  Hansen v. Dean, 129 0. G. 483 (1907), 29
App. D, Co 112, Where a sentor party informed a junior
party that he had applied for a patent on the invention
and the junior party made no protest and signified
neither by word nor act that the invention was his own,
it was held that then, if ever, he should have spoken.
Scott v, Scott, 96 0. G. 1650; 1901 C. D. 419. And
where a party testified m favor of another in an interfer-
ence, making no claim at the time to his own invention
of the issue, but afterward filed an aprication therefor,
it was held that it was his duty to have o+ rted his claim
carlier. Lioyd v. Antisdel, 95 O. G. 1645; 1901 C. D.
371,

And where a party fails to assert his c¢laim to an in-
vention after knowledge that others are elaiming it, his
stlence at a time when he should have spoken, diseredits
his testimony. Mellnight v, Pohl & Croasdale, 22 App.
D. C. 219,105 O. G. 977 (1903) ; Ilarter v. Barrelt, 114
0. G. 975, 24 App. D. C. 300.

Delay in Copying Claims of a Patent—Estoppel. In
Jhapman v, Waintroath, decided Mareh 1, 1920 (not yet
reported), the United States Supreme Court held that an
applicant has two years from the date of filing of a di-
visional application, in which to copy the claims of an
1issued patent for the purpose of interference. Up to
1916, it had been the practice to allow two years in which
to copy the claims of a published patent, but at that tine
the Court of Appeals, D. C., in Rountree v. Sloan, 45
App. D. C. 207, held that one who delayed for more than
one yvear to copy the elaims of a published patent, was
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aitilty of laches and estopped from copying such claims
for the purpose of interference.  This ruling was fol-
lowed by the office until the reversal of the Court of Ap-
peals 1D, €, by the United States Supreme Court, in
Chapman v, Wintroath, Mareh 1, 1920,

186. Failure to Disclose Invention. And where a
party fails to diselose the imvention in issue under ¢ir-
cumstances which would naturally induee him to do so,
the presumption is that he did not have the invention.
Slaughter v, Tlalle, 102 Q. G, 469 (1903) ; Hope, Jr. v.
Voight, 115 0. G. 1585 (1905), 25 App. D. C. 22,

187. Delay in Filing Application and Failure to Assert
Alleged Right. Where a party permitted a manufae-
turer to manuftacture the deviee in issue for a period of
nearly {wo yvears, withont clainmng the invention, or mak-
ine protest, and did not file an application for patent for
over four vears after the alleged discovery and not until
after he had difficulties with sueh manufacturer, such
silence and failure to earlicr file an application, was held
to diseredit his elaim to inventorship.,  Wilson & Wil-
lard Mfg. Co. ». Dole, ct al., 227 IYed, 607, 610,

188. Testimony Impeached by Previous Declarations.
Where the testimony of an nventor is shown to be at
varianee with his preliminary statement and with affi-
davits filed during the progress of his application, or in
conflict with the oath filed with the application, such
facets should weigh strongly against the eredibility of the
witness, unless a satisfactory cxplanation is made of
such variance. Barnes v. Swartwoul, 161 0. G. 1045
(1910) ;5 Tripler v. Linde, 102 O, G. 1297 (1903).

189. Presumption Arising From Knowledge and Ex-
perience of a Party. The knowledge and experience of a
party in general, and particularly his experience in and
familiarity with the subject in issue, will be considered
in weiching the testimony. Therefore, as between two
parties, cach claiming a disclosure of an invention to the
other, where one of such parties is shown to have » prae-
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tical knowlcdge of the art and the other has not, a strong
presumption arvises that the one having such practieal
knowledge would be the more likely to have conecived the
imvention  (See subject Ovieginality).  Adlesander .
Blackman, 26 App. D, C. 541, 121 O, G, 1979 (1906) ;
Flather v. Weber, 21 App. D. C. 179, 104 O. G. 312
(1903) 5 Miller v. Kelley, 96 O, G, 1038; 1901 C. D.
400, 18 App. D. C. 1063,

190. Presumption as to Originality—Following the
Line of Invention of Another. Where one is shown to
have eained his knowledge of the art from the invention
or series of mventions of the other party, and a dispute
as to the imventorship of a specific improvement arises,
hoth parties elamming 1t, a question of veracity is pre-
sented, and under such eirenmstances, to determine to
whom the ereater weight should be given, the presump-
tion will be that the party experieneed in the art is the
more likely inventor.  Freneh v. Holcomb, 115 0. G,
506 Scott v, Scott, 96 0O, G, 1650; 1901 C. D. 419,

And where there is an issue of originality, and all that
one of the parties did grew out of and was dependent
upon the diselosure of the other party, the presumption
is that the party makine sueh discelosure was the in.
ventor of the issue.  Granger . Richardson, 110 0. G,
722 Seolt v. Scotl, %6 O. . 16505 1901 C. D. 419, 18
A PP. D. C. 120,

191, Irrelevant Testimony. 'Testimony is irrvelevant
when it has no bearing on the matter in dispute, does
not affeet the subjeet matter of the eontroversy, and can
in no way assist the court in deciding the case. The
sourt of Appeals D. C,, has ealled attention to the fact
that the praclice of encumbering the record in inter-
ferenee cases with irrelevant mattiers is general, and has
strongly condemned the practice. Connor v. Dean, 24
App. D. C. 277, 142 O. G. 856; Scoft v. Scott, 96 O. G.
16505 1901 C. D. 419, 18 App. D. C. 420,

Testitnony to show non-patentability of the issue or the
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scope of the issue, 1s wrrelevant, Von Keller v. ITayden,

al., 173 O. G. 285 (1911).  That a stranger to the
record made the invention is nmmaterial.  Stetnmetz v.
[Heacitt, 107 O, G, 1972 (1903),

191a. Expert Testimony. It is not the practice of the
oftice to permit expert testimony to explain what an ap-
plication discloses, and it should be permitted only m
very exceptional cases, if at all, Cooper v. Downing, 222
O, G727 (1915). Buat in Hoplins v. Newman, 134 0. G.
2028, 30 App. D, €, 402 such testimony was considered.
i Cooper v, Downing, 230 O. G, 909, 45 App. D. C. 345,
it was held that the Commissioner properly refused to
consider evidence of what was intended by the disclosure
of one of the parties, since 1t is the duty of the office ex-
perts fo determine what an application discloses.

191b. Objections to Evidence., A party who desires
to oppose the admission of any evidence produced or of-
fered by his opponent, should make his objection and
state the grounds therefor at the time the evidence i1s of-
fered. 11 he talls to objeet he waives his right to have
the evidence excluded. He should also be considered to
have walved hix right 1if he fails to state a legitimate
ground of objection, unless there 1s a stipulation in the
record that he may afterward state the grounds of ob-
jeetion.  All objections, whether to the proecedings or
{o specifie evidenee, should be timely made 1 order that
the opposing party may be placed on his gunard. Baedger
o. Morgan, 117 O, G, 598 (1905). In many instances
the answer ol the witness is not responsive to the (ues-
tion, in which case there is no opportunity to objeet to
the evidence by objecting to the question, sinee the ques-
tion may have been proper, but in that event the ag-
erieved party should move to strike out the answer, or
so miuch of 1t as is 1rresponsive to the question.

Form of Objection. An objection should be positive
and should state what principle of evidenee the question,
or an answer thereto, would violate. A general objee-
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tion, such as—that the evidence is inadmissible—would
hardly present anv question unless the evidenee 1s such
that 1t could not be admissible for any purpose what-
ever. It objection 1s made and no valid ground of ob-
Jection s stated, it will not be available to exelude the
evidence because there was another and valid eround of
objecetion which might have been made but was not. It
would scem that objections to the materiality or rele-
vaney of evidence may be made at any time, for a party
is bound to know whether the evidence tends to prove or
disprove any issue 1n the cause. Furthermore the court
will not deeide a cause upon immaterial or irrelevant
evidence, because 1t it 1s immaterial or irrelevant it does
not prove anything in relation to the issue. Wigmore’s
Ev. See. 18.

192. Relevant Testimony—What Is. In an interfer-
ence the ultimate question to be determined is, who was
the prior inventor of the issue, and the evidence should
be confined to the question of priorvity. Brill & Adams
v. Uebelucher, 99 O. G. 2966; 1902 C. D. 220; Trufant
v. Brindle, ete., 101 O. G. 1608; 1902 C. D. 397. As to
what facts and cireumstances have a tendency to prove
priority there has been muceh controversy. The Court
of Appeals D. C. has repeatedly declared that it would
not take into consideration, in interferences, uestions
which do not relate to priority. Out of the numerous
questions which parties to interferences have attempted
to bring before that court on appeal, we have a number
of decisions defining what 1s regarded by the court as
material to the determination of the question of priority,
or what facts or eircumstances may be introduced to es-
tablish the ultimate fact of who, as between the parties,
was the first inventor of the issue.

Laches. It has been held that the question of whether
a party has been guilty ot laches 1s one proper to be
determined as relating to priorvity. Wintroath v. Chap-
man, 248 0. G. 1004, 47 App. D. C. 428.
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Onginality. 1t would seem to be obvious that the ques-
fion of faet as to whether one party derived his knowl-
cdee of the imvention from the other party, is one which
refates to priovity,  dilton v. Kingslicy, © App. D, C.
A1, TH O, G, 2190, |

Reduction to Practice. Whether a party reduced an
ivention to practice and the date of sueh reduction to
practice, relate fo provity,  Stevens ¢, Neher, 11-App.
D.C.245, 81 O, 3. 1952,

The court has also considered as relating {o priovity
the Yollowing questions: Whether the evidenee shows a
ek of reasonable diheence on the part of one of the
parties.  PCanl v, Johnson, 23 App. D, C. 187, 1049 O, Q.
SOT; Wickers v, MeKee, 20 App. D, C. liffi (). G. 8H4,
Whether a party has concealed or suppressed his inven-
tion,  Matthes ». Durd, 24 App. Do €. 2065, 111 O, (.
1363, Whether o party has exereised reasonable dili-
oenee, wher{, dilteencee s required of him. Vafes .
Huson, 8 App. D, C U5, 74 O, G 1732, What effeet the
filine dates of the applications shalt have in defermining
the question of prioriiy, Nheriecood v Dreeweson, 29 App.
D, C. 161, 1200 0, G, 657, Whether one party was actine
as the agent of another in what he did in relation to the
invention, Jilton v. Kingsley, T App. D. C. 551, 75 Q.
i, 2195 Huebel v, Bernard, 15 App. DL C. 510, 90 O. (.
TH1. Whether a party has the right to make the clanms,
Podelsack v, Melnnerney, 26 Xpp. D. G, 399, 120 O. G.
2127 Wiekers v. Melee, 29 App. D Co 4, 120 0. G, §69.
Whether one of the parties fatled to diselose the inven-
fion, Manley v, Willias, 168 O, G, 1054, 37 App. 1. C.
194, Whether the applieation ol one of the parties, as
oricinally filed, diselosed the mmvention in issue.  MNe-
Kautght . Poll, 130 0, G, 2067 (1907), 30 App. D, (92,
Whether a party is a jommt or sole mventor, Lewp e,
Randall, 146 O, (. 255, 35 App. D. C. 4350, Whether the
applications had I)een altered after excceution,  Lind-
strom v. Adwmes, 168 O, G, 250, 37 App. D. C. 365, The
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ivahdity ol an oath exceuted before a notary who was
the attorney tor the applicant.  Dalton v. Wilson, 224 0.
G. 741, -8 App. DL C 249 and whether an apphieation
was abandoned during proseeution.  Kinswman v, Strohm,
156 O, G, 1769, 51 App. DL Coash, A of the foregotng
questions bemg material to the determiation of priority,
1t 1s proper to introduce evidenee thereon,

193. Rebuttal Testimony. "The word rebuttinge has a
two-fold sienification, both 1 common and legal par-
lance, It sometimes means eontradietory evidenee only.,
At oother times overcoming testimony, It may be em-
ploved as contraveninge, or opposinye, as well as over-
coming proof. Feain v, Corpefl, 25 Ga, 184 Words &
Phrases, Vol. 7, page HU8T.

The party on whom the burden ol proof rests is ve-
quired to produce sufficient evidence to sustain his case.
The defendant meets this proof by evidence to explain
or disprove the evidence already put . 10 Fed. Cases
No. 2492 dellon v, MeCalmont 0] Co., 201 Pa. St 257,
A0 AL 900,

Where a party anticipates a defense and puts i evi-
denee whicl he is not required to put in in chief, and
thereby undertalkes to meet the evidenee of the defendant
hefore it is produced, he can not thereafter introduce
cuntulative evidenee upon the sane subject, as rebuttal.
York ». Poase, 2 Gray (Mass)) 282, Nor canh a party
under the guise of rebuttal, put in cumulative evidence
which merely goes to sustain and support that which he
has introduced to sustain his oricinal case, nor evidenee
on an essential point which he fatled fo prove m his
oricinal case.  Swinglehnrst v, Ballard, 265 Q. G, 159,
258 Fed. 973 Kolller . Wells-Fargo  Clo., 26 Cal, GOG,
(G13.  The admission or rejection of evidence offered in
rebuttal, 18 however, a matter larecely in the diseretion
of the court, the ciranmstances under which it 1s offered
and the eood faith of the party being taken into ae-
count. Lne, of Ev, Vol, 10, page 601,
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" Where a junior party filed interrogatories in rebuttal
by which 1t was sought to prove that the sentor party
was not the original inventor, it was held that the testi-
mony should be suppressed because it constitutes a part
of the junior partyv’s original case. Goldschmdt &
Weber v. Von Schutz, 192 O. G, 743 (1913), Testimony
taken 1 rebuttal will not be suppressed on motion or obh-
jection of the defendant upon the ground that it was not
proper rebuttal after the defendant has, by leave of
court, takeun surrebuttal testimony. Awmerican Bank
Protection Co. v. City Nat. Dank, 181 Fed. 375.

Where a sentor party proved dates later than those set
up in s preliminary statement, it was held not proper
for the junior party to make out a different prima facie
case in his rebuttal testimony. Woodbridge v. Winship,
21 Gour. 19-7 (I¥eh., 1909),

Where one party fails to take testimony 1t 1s improper
for his opponent to put in additional testimony as re-
buttal. Kiusman v. Strohm, 125 O. G. 1699 (1906).

Rebuttal testimony relating to the patentability of the
1ssue will be stricken out on motion. Parker v. Lewis,
120 O. G. 323 (1905).

193a. Surrebutial Evidence. 1n secttine dates for the
taking of testimony, no provision is made for taking sur-
rebuttal testimony, and if the evidenee previously pro-
dueed warrants the taking of surrebuttal testimony, the
party desiring to take the same should file a motion for
permission to do so. Whether this motion shall be granted
or refused is a matter within the diseretion of the IEx-
aminer of Interferences. The privilege of taking such
testimony will be extended to a party whenever he has
been surprised by evidence or a line of defense in rebut-
tal which he has had no reason to anticipate or an op-
portunity to prepare against. Donning v. Stackpole and
Laganke, 106 O. G. 264; 1903 C. D. 298. Such motions
have been denied wherein it was not shown that the
rebuttal testimony constituted a surprise. Howard wv.
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Spare, 21 Gonr, 19-8 (Mar., 1909) s Ruthven v. Christ-
ensen, 138 O. G, 257 (1908).

In Wiemore on Evidence, Sece. 1874, 1t is said: “*For
the opponent’s ease in surrcbuttal there remain properly
only two sorts of evidence, namely, evidence explaining
away the effect of new faets hrought forward by the
proponent in rebuttal, and evidence impeachine the wit-
nesses festifvinge in rebuttal.  All other evidence could
and should have been put in in reply. Evidence legiti-
mately receivable in surrebuttal would be evidence 1nn-
peaching rebuttal witnesses,’’

SUPPRESSION OF TESTIMONY.

194, Motion to Suppress. Where a party desires to
suppress certain testimony, he may make a motion to
suppress, designating the parts that he desires to have
suppressed, giving the grounds for sueh suppression.
The motion should be made before final hearing and be-
fore printing of the record, but a ruling thereon may,
and will be reserved for final hearing in cases where a
reading ot the record would be required for the IExam-
iner of Interferences to determine whether or not the
testimony should be suppressed. The motion should be
noted for hearing with proof of serviece upon the oppos-
ing party. Talbol v. Monell, 99 O. G. 2965; 1902 C.
D. 216; Hall v. Alvord, 101 O, G. 1833; 1902 C. D. 418;
Dyson v. Land, cle., 130 O, G. 1600 (1907) ; Andrews
». Nilson, 111 O, G. 1038; Keith v. Erickson, cte., 157 O,
G. 754 (1910).

Whether a ruling on the motion should be reserved for
final hearimg 1s a matter within the diseretion of the
Examiner of Interferences. Royce v. Kempshall, 119 O.
(. 338 (1905).

Refusal to suppress is not reversible errvor. Kempshall
v. LLoyce, 129 0. G. 3162,

194a. Retaking Testimony. A\ party may be per-
mitted to retake his testimony where an irregularity in
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takine the same arvose throuch inadvertence and nof
through any desire {o defay the proecedings or take any
unfair advantage over the opposing party,  Where a
party finds that he has not taken his festimony in ac-
cordance with the rudes, 1t s incumbent on him, in sup-
port of & motion to vetake the festimony, to show why he
fatled fo comply with the rules in the first instanee and
that the eranting ot (he mofion will result m no hill'tl-
ship {o s opponent.  Jones wo Starr, 111 Q. G, 2221;

Shaw & Welty Shiel Go, », Quaker Cily Shirt Co., 1-):
Q. G, 1000 (1910) . Goadfellow v. Jolly, 111 Q. G, 1940.
(See See. 220.)

The vranting or refusine of a2 motion {o retake testi-
monyv is a maiter within the diseretion of the lxaminer
of Interferences, or the Conmmissioner on appeal, and the
Court of ;\m‘;mlh, D, ., will not interfere with the ex-
('1'{~i~:.v of that diserction. Jones v NStarr, 1905 C. D, A%

22 App. DO, H2Y,

Stnee the primary reason tor refusine a motion to re-
take testimony is the expense, inconvemence or disad-
vantage it might tmpose upon the opposing party, it
would seem that the Iixaminer of Interferences or the
Commissioner might property impose conditions upon
which the movine party would be permitted to retake
the testimony,  The moving party should aet promptly
tponr discovery of the necessity to retake his testimony,
to the end thal his opponent be not delaved, imcon-
venienced or put to a disadvantage other than such as
would neeessarily result when the moving parvty 1s acting
in cood Faith and with as much promptitude as the eir-
cumstanees will permit,

195. Grounds for Suppression. The following facts
and eireumstances mayv be vahd grounds for suppressing
testimony.  That the intervogatories are not proper re-
buttal.  Goldschumdt (& Weber . Von Schuiz, 192 0. G.
43 (1913); that the testimony relates solely to the
patentability of the counts and the state of the prior art.
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Felhel v. Oliver, 13 Gour, 4-11 (Jan., 1901); Diron &
Marsh v, Graces, cte, 127 O, G, 1993 (1907); that the
festimony was not, taken in accordance with the rules.
DRicekwman v, Alevander, 98 O. G, 1281; 1902 C. D. 41;
that the notary’s certificate 1s defeetive in that it does
not certify that the depositions were read by or to the
witnesses before signing and that the notavy did not
seal the depositions and forward them {o the office.
Diceckman v. Alerander, 95 O, G, 1281: 1902 C. D. 41;
or fmiture to certify the ditte on which the package was
sealed, or the name ol the person who transceribed the
stennzrapher’s notes, or that they were written out in
presence of the notary, or that the notary tatled to for-
ward the exhibits fo the office, in the absence of a stipu-
lation that they may be retained by counsel. flolfe v.
Taylor, 111 O. G, 138; that the depositions were taken
without proper notice., [Lottcr v. Ochs, Y5 O. G, 1049 ;
1901 C. D. 39; that a party served notice to take testi-
mony and latled to appear and subsequently served an-
other notice and toolk the testimony,  Denton v, Durn-
e, 1S Gour. 83-11 (Nov,, 1906) ; that the eross-exam-
ination soucrht to be stricken out i1s not proper eross-
examination; Marcowr v, Shocmalker, cte., 121 0. Q.
2664 (1906) ; that the testimony is not proper rebutial;
Kinsnian v, Strolon, 125 0. G, 1699 (1906), 135 0. G.
1121 (1908) ; that a party was not given an opportunity
to cross-examine the witnesses; Muuster v, Awnsworth,
128 O, (r. 2085 (1906), 128 O, (. 2088 ; Haltice v, Lang-
worthy, 140 0. G H07 (1909) ; that the testimony relates
solely 1o publie use; Stroud v. Miller, 101 O, G. 2075 ;
1902 (. D. 423 that correetions and additions were
made longe after the testimony was taken and withouat
hotice to the moving party. Tadependent Daking PPows-
der Co. v, IMidelity 3 fy. Co., 94+ 0, G, 222, 1901 (.. D. 7.

196. Grounds Insufficient. The lact that the notary
did not write the names of the witnesses at the top of
cach page, is not suffictent grounds for suppression of a

115



doposit.imli; Rolfe v, Taylor, 111 O. G, 1938; nor that
the notary delayed filing the testimony, where such delay
1S properly explained; Moss v. Bluisdell, 113 O, G. 2505 ;
nor that eertain words in the printed record are itali-
cized; Faller v. Lorimer, 16 Gour. 37-11; nor that the
testimony was addueed by leading questions, though tes-
timony adduced by leading questions will be eritieally
scanned ;. Swnlh v, Brooks, 112 0. G, 953 nor that the
notary acted out of his jurisdietion, no objeetion being
macde at the time the testimony was taken; Badger v.
Morgan, clc., 117 Q. G. 598 (1905); nor the fact that
the notary was in the employv of the attorney for the op-
posing party, where no objection was made on that
eround at the time the testimony was taken; Royce v.
Kewmpshall, 117 O, G. 2090; nor that the notary failed to
certify whether one of the parties was present in person
or by attornev; Royce v. Kempshall, 117 O. G. 2090,
nor that a party refused to produce or introduce in evi-
denee certain books about whieh he testified for the pur-
pose of refreshing his recolleetion, where it appears that
he offered the same to opposing counsel for mspeetion
at the time he testified. Bay State Dellting Co. v. Kclton
Bruce Mfg. Co., 127 O. C, 1580 (19%7) ; nor that a cer-
tain witness was not named in the notice. Keith, ete. v.
Lundqust, ete., 156 O, G. 798 (1910).

197. Suppressed Testimony—How Retained in the Ree-
ord. When testimony is stricken out on motion in an
iterterence proceeding, that part whieh is cancelled
should be shown by red lines and proper marginal notes,
as when matter 1s cancelled in a specification of an ap-
plication for a patent. When the record is printed, that
portion which 1s stricken out should not be printed in
the body of the testimony, hut notice should be inserted
1n the printed record that certain (uestions and answers
or other evidence was stricken out, giving the date of the
decision or order striking it out. The party whose tes-
timony has been stricken out may print the parts stricken
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out as an appendix to his record, Marcont v. Shocwnaker,
cle., 121 O, G. 2664 (1906).

Inm an infringement suit, & party may move to strike
out or he may insist upon his objections at the hearing.
In cither event the matter stricken out remains in the
record for the purposes of appeal. Dleuse v. Gurlington,
B2 U, S. 1; Nelson v, U. S., 201 U, 8. 92, 114; Wolj}
Truck Frame Co. v, American Steel Foundries, 195 Fed.
040, 946. Tlowever, it was held i Felbel v. Oliver, 100
0. G. 1975; 1902 C. D. 309, that where a party prints
in his record depositions which have been suppressed,
such depositions will be expugned upon motion,

198. Testimony Taken in Another Interference—As
Evidence. Rule 157 provides that testimony taken in an
interference proceeding may be used in any other or sub-
sequent interference proceeding, so far as relevant and
material, subjeet to the right of the contesting party to
recall the witnesses whose testimony has been taken and
to take other testimony in rebuttal of the same.

For What Purpose Material or Relevant. Testimony
taken in another interference may be introduced for the
purpose of diserediting or impeaching the testimony of
the witness in a later interference. This 1s upon the well
established principle ot evidence that the testimony of a
wittiess may be discredited or impeached by showing
declarations made at other times and places by the same
witness relating to the same subject which are not con-
sistent with his later testimony or are contradictory
thereof. Zalbot! v. Moncll, 99 0. G. 2965; 1902 C. D.
217 Hewitt v. Weintraub, 134 027G, 1561 (31908). Suceh
testimony may also be introduced where the issues in
the interferences are substantially the samme and the
parties are the same and the provisions of Rule 1567 are
otherwise complied with and a proper showing made.
It is for the office to determine whether the cirecumstances
are such as to permit the use of such testimony. This
rule is similar to the rules of evidenee in the trial of
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causes i court,  In Clow o, Buker, ¢l al., 36 Ied. GY2,
the court said: ““To prevent a failure of justice that
might result, it s permissible for the court, when cause
Is shown therefor, to permit the depositions taken in one
ciase 1o be read on the trial of another, 1t it appears that
the parties to the later case were the parties or privies
with the parties to the former sutt; that the tssues upon
which the testimony was taken ave substantially the
same; and that every opportunity for thorough exam-
ination and cross-examination was aftorded both parties
when the testimony was taken. Nenny & Thordarson v.
(P’Connclly ct «l.,, 117 O, G, 1163 (1905) ;3 Deall v. Lyon,
127 O, G. 3215 (1907) ;. Strauble v. Young, 119 0. G.
338 (“)0-]).

199. The Hearing. The extent {o which the Ixam-
iner of Interferences will grant a hearing or re-hearving
of & case, 18 a4 matter ordinarily within his diseretion.
Dunlap v. Creveling, cle., 160 O, G, 774 (1910).

200. Postponement of Final Hearing. [t is within the
diseretion of the Josaminer of Interferences and the Con-
missioner to extend the time for final hearing,  Dunkley
p, Deelilans, 158 O, G, 886 (1910).  But a postponement
will not be granted to permit a party to imtervene, !u
re Cohumbian Carbide Co., 20 Gour. 17-1 (March 27,
1908).

201, Admissions Made by Counsel at Hearing., Ad-
missions made by counsel at or before final hearing are
hinding upon his cliend,  Horlon v. Zemmer, 32 App.
. C. 217, 137 0. G. 2233 (1908) ;. Mortimer v. Thomas,
cle., 192 0. G, 215 (1913).

No Hearing After Expiration of Limit of Appeal., Rulc
126 does not provide for a hearing before the Commis-
sioner, and no hearing will be granted after the expira-
tion of the limit of appeal {o an applicant whose claims
are found unpatentable by the Board of IExaminers in
Chicef in consideration of the claim in conncetion with
the question of priority. Ilolfz v. Hewitt, 127 O. G, 1992
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(1907). The length of time which will be eranted for
a hearime s within the diseretion of the Fxaminer of In-
terlerences.  Moore v. Curtis, 120 O, G, 328 (1900)
(‘uzin v, Von Welsithaeh, 119 O, G, 650 (1905),

202. Petition to Restore Jurisdiction. A petition to
restore Jurisdietion to the Examiner of Intertercnees will
not be set down for hearving, but hriefs may be filed.
Adams v, Randall, 125 O, G, 1700 (1906).

203. Judgment Without a Hearing—Disclaimer.
Where there is a disclaimer filed the IExaminer of Inter-
ferences will render judegment of priority without settinge
a date for heavine, Townsend v, Corey, 119 0, G. 2237
(1905).

204, Questions Raised But Not Argued. Where a
party moves to dissolve upon all grounds mentioned in
Rule 122, but only areues part of them, judement will
he rendered acainst, him on the grounds not argued.
Harnish v, Guenifiet, ¢t al,, 117 O, G. 1492 (1905).

205. Statements of Examiner of Interferences Made at
Hearing—When Not Reviewable on Appeal. Where the
Examiner of Tnterferences makes a statement as to ad-
missions and watvers of counsel at a hearing, error there-
in, if anv, will not be reviewed on appeal unless there
was a motion for a re-hearing presented to the Examiner
of Tnterferences and ruled upon, IHanscl v. Wardivell,
116 0. G. 2008 (1905).

206. Hearing on Motion to Dissolve—New Grounds and
Notice. Patents referred to by one of the parties which
are not ol record and have not been served upon the op-
posing party at least five days before the hearing will
not be considered on motion to dissolve unless serviee is
waived by the opposing party, Young v. Fick, 113 O. G.
N7 Lake v. Calill, 110 O. G. 22355 Wells v. Dacler,
1900 C. D. 35, 90 O. G. 1947; Whitloek & ITuson .
Seolt, 99 0. G. 1385; 1902 €. D. 166.

What Will Be Considered on Motion to Dissolve., Noth-
ing can be considered which is not contaimed in the
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record ol the case unless timely notiee (five davs before
the hearing) of such matter is served upon the opposiug
party, Sunomers v Hart, 95 0O, (1, 2585 1902 O, D, 104,

207. Notice of New Matter—Postponement of Hearing
to Give, Upon a proper showing of taets that the new
matter could not have been earlier discovered, a post-
ponenmient of the hearing will be granted to enable a
party to give the proper notice. Sunomers v, Hart, 98
0. G, 2585; 1902 C. D. 104,

JURISDICTION.

208, Jurisdiction of Examiner of Interferences. 'The
Examiner of Interferences has Jurisdietion to determine
questions of priority and &ll matters whiceh relate to the
question of priority, but not to dissolve an interfervence.
Drodwell v. Long, 21 Gour, 2-0 (Dec., 1908). Where
jurisdiction by the Primary Iixaminer is desired, it can
only be obtuined by fhe order of the Comntissioner and
the Primary Kxaminer should make his request of the
Commissioner. fhidreth, 97 O. G. 1374 ; 1901 €. D. 186.
He has not jurisdiction to grant amendments to appli-
cations, Moare v. Hewilt, 115 O, (i, 509. Nor to require
the filine of a new oath,  Dukesuuth v, Carrvington wv.
Twrner, 125 0. G. 348 (19006).

209, Jurisdiction of Examiners in Chief, 'T'he Exam-
iners in Chief have appellate jurisdietion in all matters
properly brought before them on appeal, but have no
jurisdiction to extend the time within which such appeal
may be taken, Dlachman v. Alecander, 105 O, G, 2009
(1903).

210, . Jurisdiction of Commissioner Pending Appeal to
Court of Appeals. The Commissioner of Patents has jur-
1sdiction pending an appeal to the Court of Appeals to
hear and deterniine & motion to reopen a case for the
purpose of taking additional testimony,  Clement v,
Richards, ete., 111 O, G, 1627,

211, Jurisdiction of Courts Over Witnesses in Inter-
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ferences. When a witness goes upon the stand in an in-
ferference case he submits to the Jurisdiction ot the U.
S, Distriet Court in the distriet in whieh he testifies
and remains under that urisdietion until his eross-
examination is concluded.  Lobed v, Cossey, 1567 Fed. 664,
660,

212. Restoring Jurisdiction—Petition For. When it
Is desired to restore jurisdietion of the Examiner of In-
terferences to consider certain motions, copies of the mo-
tions which the petitioner desires the Iixaminer of In-
terferences to consider and decide should aceompany the
betition, and service of the papers should be made on
the opposite party.  The petition should be addressed
to the Commissioner, but the Connmissioner will not pass
upon the merits of the motion kat merely upon the form
of it. Adams v. Rundall, 125 O, G, 1700 (1900).

Restoring Jurisdiction After Limit of Appeal, Even
after the himit of appeal has expired upon a Judement
arainst the movinge party, a motion to restore the juris-
diction of the Examiner of Interferences to hear a mo-
tion to reopen the case, may be granted upon proper
showing.,  Lipscomd v. Pfeiffer, 122 0O, G. 351 (19006).
After time for appeal has expired the Commissioner has
sole power to restore jurisdietion. Iough v. Gordon,
108 O. G. 797,

Restoring Jurisdiction Pending Appeal. Though an ap-
peal is pending before the Examiners in Chief on the
question of priority, the jurisdiction of the lixaminer
of Interferences mayv be restored to eonstder a motion to
reopen the case to offer newly discovered evidence. New-
ell v, Clifford v, Rose, 122 0. G. 730 (1905) ; Dunbar v.
Schellenger, 118 O, G. 2536 (1905).

Restoring Jurisdiction to Hear Motions to Dissolve.
Under the former rules motions to transmit motions to
dissolve were heard by the Examiner of Interferences,
but under the present practice such motions to trans-
mit are heard first by the Comnussioner and if in his
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opinion sueclt motion should be transmitted it is so or-
derved and the motion then goes to the Law lxaminer in-
sfead of the Primary Examiner.  Under the present
rules the motions ave heard by different officials than
Formerly heard such motions, but the time for making
sieh motions and the character ol showine required are
not, changed and the old decisions mayv therefore be 1m-
portant guides as to the practice.

W here a party fails to make a motion to dissolve under
Rule 122 within the time provided, but waits until testi-
motty has been taken and judgment has been rendered
on priovity, the jurisdiction of the Ixaminer of Inter-
ferences will not be restored to consider a motion 1o
fransmit @ motion to dissolve. Fessenden v, Potter, 101
O. G, 2823; 1902 C. D. 466, While under the present
rules the Examiner of ITnterferences does not have jur-
isdiction of motions to transmit motions to dissolve, still
a sunilar question might arise under the present rules
where the motion to transmit is heard by the Commis-
SI0NCL.

213. Rehearings. The various fribunals of the Patent
Oftice stand upon the same footing respecting their judg-
ments and decisions as do the courts. In Donning .
CFasher, 125 O, G 2765 (1906), it was said: ““A court
has control over tts own judements and decrees during
the term at which they were rendered and may at any
fime before the expiration of the term, in the exereise
of 1ts disceretion, open, amend, correet, revise, vacate, or
supplement any judgment or decree rendered during
sueh term.  The tribunals of the Patent Office have this
power over their judgments within the hnits of appeal.
They also have the power m analogy to the practiee of
the eourts, of requesting a rehearimg of any point upon
which they desire further licht, The eranting of a re-
hearing or refusal to grant the same are matters within
{he diseretion of the tribunal having jurisdietion of the
ease at the time.”’
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[n Robinson v, Townsend v. Copeland, 106 0. G. Y97,
a motion was filed before the Commissioner to suspend
proceedings in the interference and remand the same to
the Kxaminer of Interferences to hear and determine a
motion to veopen the mterference for the purpose of in-
troducine newly discovered evidence. At the-time the
motion was brought, decisions had been rendered by the
Iixaminer of Interferences and by the Iixaniimers in
Chief on the question of priority and at the time this
motion was brought one of the parties had appealed to
the Commissioner. 1t was therefore held that there was
no necessity of suspending proecedings, since there was
no limit of appeal running against any of the parties,
but the hearine on the appeal was continued until the
final determination of the motion. It was further held
that the motion to open the case for further testimony
should be heard in the first instance by the Mxaminer of
Interferences and therefore the motion to transmit the
motion to reopen, to the Ixaminer of Interferences, was
oranted.

214, When Motion May Be Brought. A motion for
rchearing may be brought at any time before the expira-
tion of the time fixed for appcal and the motion may be
heard and decided after the limit of appeal has expired.
The filing of the motion does not stay the running of
the limit of appeal and if a party desirves to appeal he
must do so within the limit of appeal notwithstanding
his motion for a rehearing. Naulty v. Cutler, 126 O. G.
389 (1907).

215, Appeal. There is no appeal from a deeision
denving a motion for a rchearing, thoueh the right to a
rehearing may be considered on appeal on the entire
record.  Macey v. Laning v. Casler, 101 0. G. 1608;
Carmichael v. For, 104 O. G, 1656; Cole v. Zarbock v.
Green, 116 O. G. 1451 ; Hcwitt v. Thomas, ete., 122 O. Q.
1045, Approved i Naulty v. Culler, 126 O. G. 389.

216. Newly Discovered Evidence as Ground for Re-
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hearing. Where the ground upon which a rehearing is
sought iy newly discovered evidence, the motion must
show that the evidence soueht to be introduced was not
known at the time the original testimony was taken and
could not. have been discovered at that time by the exer-
cise of reasonable dilicence, Mosher . Tully & Clark,
99 O, G. 2968; 1902 C, D. 224, Dudley v, Blickinsder-
fer, ete., 99 O, G. 228, 1902 C. D. 119 Lalshaw v. Dujf
v, KNaplan, 130 O. G, 980 (1907).

The motion must also show what the newly discovered
evidence consists of; that is, it 1t is the testimony of wit-
nesses, what the witnesses will testify to; if exhibits,
whiat the exliubits are that will be introduced n evi-
dence; that the evidenece is materal, and that the mov-
ing party was dilicent in bringing the motion, Robin-
son v. Townsend v. Copeland, 100 O. G. 683; 1902 C. D.
2063 Allis v. Stowell, 85 IPed. 481 ; Parler v. Spoon, 14
Gour. 19-8 (April, 1902) ; Crescent Ol Co. v. W. C. Lob-
rnson & Son Co., 142 O, G. 1113 (1909).

It must also be shown that the newly discovered evi-
dencee 18 of such eharacter that the cstablishment of the
facts alleged would likely result in a change or modifica-
tion of the decision. French v. Halcomb, 110 O. G, 1727 ;

2all v. IMora, 117 O. G. 2088 (1905) ; Struble v. Young,
ele., 139 O, G. 729 (1909).

It must also appear that due diligenee was exereised in
presenting the motion, Beckert v. Curricr, 104 Q. G.
2439 (1903); Newell v. Clifford v. Rose, 125 0. G. 665
(1906); Claussen v. Dunbar, cte., 129 0. G. 2499
(1907); Townsend v. Thullen, 21 Gour, 57-12 (May,
1909). A delay of two weeks held not unreasonable.
Robinson v. Townsend v. Copelund, 107 (), G. 1376,

217, By Whom the Motion Shall Be Heard. The mo-
tion must be heard in the first instance by the Kxaminer
of Interferences and where the cause has passed out of
his jurisdiction, there must be a motion to restore his
jurisdiction, Ffowen v, Dradley, H8 0. G. 386; Ilobinson
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v. Townsend v. Copelund, 106 O. (. 997 (1903); Cle-
ment v. Richards, ete., 111 O, G, 162G Dwunbar v. Schel-
lenger, 19 Gour. 57-17 (April, 1907) ;s Rolfe v. Leeper,
159 0. G, 991 (1910). Can not be eranted by the Court
of Appeals D, G, Delerrantiy v, Lindmark, 32 App. D.
C. 6,157 O, G 733 (18908). A\ motion to transmit a no-
tton to fake further testimony, made pending an appeal
fo the Court of Appeals, will be granted upon a proper
showing,  Clements v, Richards v, Meissner, 111 O, G.
1626.

Official Request for Rehearing. Where the request is
made by the tribunal before whom the case was previous-
Iy heard, it will be granted jurisdiction. Dettendorf, 17
Gour, 41-22 (May, 1905).

218. Inmsufficient Grounds for Rehearing. There is no
sufficient ground for a rehearing where there is an ab-
sence of a showing why the evidence was not produced
when the testimony was orieinally taken.  Mosler v.
Tully & Clark, 99 0. G. 2968; 1902 C. D. 224. Orvr
where the evidence sought to be mtrodueced is Immate-
rial, or relates wholly to expert testimony. Robiuson v.
Townsend v. Copeland, 107 O, G. 1376 (1903). Orv
where the showimng is merely that a party failed to pro-
duee Ins best evidence, or the object 1s merely to strength-
en the testimony already in the record. Sulton v. Me-
Donald, ele., 98 O. G. 1418; 1902 C. D. 47; Iarris v.
Stern & Lotz, 101 O, (i, 1132 1902 C, D. 386. Or where
the purpose is to explain certain exhibits which are in
evidence.,  Blackman v. Alecander, 104 0. G, 2441
(1903). Or where it appears that the evidenee 1s unims-
portant or conld have heen discovered by the exercise of
reasonable diligence.  Shaffer v. Dolan, 100 O, G. 3012,
1902 C. D. 544, Or where a party failed fo produce the
evidenee because he did not recard it as material. flob-
eris v. Buchelle, 101 O. G. 1831; 1902 C. D. 415. Or
that a party did not recall certain facts at the time his
testimony was taken. French v, Halcomb, 110 O. Q.
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1727.  Or where it appears that a party knew of the
cevidence but did not introduee it beeause of the expense
which he would have had fo ineur in seeuring it Greuter
v. Mathiew, 111 O, G, 582, Or where the proposed cvi-
denee relates solety to o statutory bar. Ldler v, Krakan
" Conner, 108 O. Gi. 1050, Or where the evidenee relates
to the right of a party to make the claims and not to
priority. Osborn v. Austin, 115 0. G. 1065, Or where
1t is based on the fact that a party nisjudged her ability
to prove her case and tor that reason took no testimony.
Hull v, MeGil, 117 O, G, 597. Nor 1s the faet that one
of the witnesses of a parly was sick, another was hostile
and another was out of town at the time the original
testimony was taken, sufficient ground for rehearing,
though such facts may have been sufficient 1o support a
motion or extension of time for takine testimony., Newell
v. Clifford v. Rose, 125 Q. G. 665 (1906). Cr where the
purpose 1s merely to introduee an earlier application.
Cutler v. Igll, 135 0. G. 4149 (1908). Or where it ap-
pears that the testimony was improperly taken as rebut-
tal and thereafier stricken out. MeNeil v, Stephienson,
192 0. G. 517 (1913). Or where the testimony was
known and available when the original testimony was
taken. Webber v. Wood, 184 O, G, 553 (1912).

219. Stay of Proceedings. .\ motion for rchearing
does not of itsell operate as a stay of proceedings. Char-
michael v. Fox, 104 O. G. 1656 (1903). Nor stay the
running of time for appeal. Naully v. Culler, 126 O. (.
339 (1907). 1f future procecdings require that a party
take some action belore his motion for rehearinge ecan be
heard, and the proceedings are such as may he suspended,
a motion to suspend proceedings should he made. Rob-
inson ». Townsend v, Copeland, 106 O, G, 997.

R20. Suppression of Testimony-—Reliearing. Where
testimony is suppressed becanse of irreenlarities in tak-
me thereof due entirely to madverfence and not inten-
tion to delay proceedings, the party shonld be given an
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opportunity to retake the testimony. Blackman v. Alex-
ander, 100 0. G. 2383 1902 C. D. 323. But where testi-
mony is improperly taken as vebuttal and due notice 1s
eiven that a motion will be presented to-suppress the
same, the case will not be reopened to take such testi-
mony., MeNeil v, Stephenson, 192 O, G. 517 (1913).

221. Motion to Dissolve-——Rehearnig, A party may
obtain a reconsideration of a motion to dissolve by show-
e cood cause which justifies a rehearing., Newcomd v.
Lemp, 110 O. G. 307, But where a party fails to cite all
the references which he mieht have cited on his motion
to dissolve, such failure does not entitle him to a re-
hearing. White v. Powell, 160 O. G, 776 (1910). Where
a motion to dissolve on the ground that a party has no
right to make the claims was not presented at the proper
time, but after all the testimony had been taken, the case
will not be rcopened to eonsider such motion or a motion
for permission 1o take testimony as to the operativeness
of an opponent’s device. PBroadwell v. Long, 164 O. .
202,

222. Second Interference Improperly Declared—Re-
hearing of First Interference., Where a sccond interfer-
enee was improperly declavéd, the first interference will
not be reheard for the purpose of including the issue in
the second interference. Wende v. IHorine, 130 O. G.
1311 (1907).

223. Stay of Proceedings—How Obtained. Motions
brought under Rules 109 and 122, when set for hearing,
stav proceedings pending the determination of the mo-
tions., Rule 123, TIn all other cases a motion to stay
proceedings must be brought under Rule 123, whiel mo-
tion should set forth with particularity the cireumstances
of the case which make it necessary that the proeceedings
he staxed. Iloegh v, Gordon, 108 Q. G, 797, Proceed-
ings may be suspended by stipulation. McKean v. Morse,
04 O, (. 1557; 1901 C. D. 33.

224, Insufficient Grounds. An interference procecd-
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Ing will not be suspended to permit a party to take out a
patent upon a closely allied mvention, merely heeause
through the interference the opposing party might learn
of such other application, Field, 130 O. (. 1687 (19006).

The taking of {festimony on the guestion of priority
will not he suspended untit the gquestion ot the right 1o
make the claims has been determined.  7lewilf v, Wein-
traub, ete., 128 O, G, 1689 (1907).

Ex Parte Rights. Proceedinegs will not be staved to
consider ex parte rights, since such rights shonld be con-
sidered after decision on priervity. Dunbar v. Schellen-
ger, 121 O, G. 687 (1905) ; Mark v, Greencwalt, 118 0.
G. 1068 (1905).

The fact that one of the parties to an interference has
a patent and has an infringement suit pending acainst
the other party, is no ground for suspending the pro-
ceedings in the interference. MeDride v, Kemp, 109 O,
(r. 1069. Nor is the faet that it is alleged that joint ap-
plicants are not joint inventors, since that is a (uestion
whieh may be determined on final hearvine. Robinson v.
Muller & Bonnet, 110 0. G. 1429,

225. Interference Terminated as to Some Parties—Ef-
fect of Stay. A stay of proeceedings after the termination
of an interference as to some of the parties, only operates

as to the remainder of sueh parties. Swaren v. Sandage,
ete., 17 Gour. 34-1 (April, 1905).

226. Resumption—Suspended to Hear Motion, Where
proceedings are suspended to hear a motion, they are re-
sumed on the date the motion is finally determined, and
no notice of resumption, other than notice of the deci-
ston, 18 neecessary. Greuwter v, Mathien, 112 O, G. 253
Blackman v. Alerander, 105 0. GG. 2059 (1903). But in
Hewntl . Stemmmelz, 122 0. G, 1596 (1906), it was held
that times fixed for taking testimony do not commence
to 1run after suspension of proceedings for eonsideration
of motions for dissolution, until the cases are returned to
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the Ioxaminer of Interferences and formal notice ol re-
stimption of proceedings is noted.

227. Appeal—Effect of Stay. [i o stay of provecdings

Is obtained after a decision is made and the time for
appeal s fixed, such stay stops the running of time for
appeal, but the time for appeal beging to run acain as
soon as the stav is ended and whatever time shall have
expired between the time the limit of appeal was fixed
and the granting of the stay, 1s lost to the party who ob-
tains the stay, and he has only the remainder of the time
originally fixed for appeal. Blackwan v. Alecander, 105
0. G. 2059 (1903).
- Order of Suspension Modified After Appeal. An order
suspending proceedings may be modified atter appeal,
provided the questions presented on appeal are not af-
fected therveby. Hcrreshofl v. Kniciseh, 111 O. (i. 1624,

After Appeal Stay Unnecessary. After a party has
appealed no stay of proceedings is necessary, but if the
cireumstances make it necessary to have more time for
taking some actiot, the proper practice would be to ask
that the hearing on appeal be continued. Robinson ».
Townsend v. Copelund, 106 O. G, 997 (19033).

Appeal to the Court of Appeals—Time For Not Stayed.
The office can not stay the running of time for appeal to
the Court of Appcals, D, (., beeause that is a matter con-
trolled by the rules of the court. Clement v. Ricliards v.
Weissner, 16 Gour. 52-10.

RES ADJUDICATA.

228. Successive Interferences—Res Adjudicata. Where
after final decision in an interference, claims are pre-
sented by the losing party which are such that they
would domnate the subjeet matter upon which the other
party prevailed, the decision in the interference would
be res adjudicata. Iun re Curtiss, 238 O. G. 650, 46 App.
D. C. 183

As to claims imvolved in a second interference between
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the same parties which could have been made in the first
interference on the question of priority, the first deci-
sion i1s res adjudieata, Hophins v, Newman, 131 0. G.
1161 (19H07).

229. What Questions Are Determined by Interference.
A final decsion in an inferference proceeding, as between
the parties thereto, is conelusive as to all questions which
were or could have been presented and determined by
that proceeding.  DRluckford v. Wilder, 28 App. D. C.
D39, 127 O, G, 1255 (1907)Y ;3 Sarfert v. Mcyer, 109 0, (.
188h; Cross ». Rusby, 42 App. D. €. 227, 204 O, (.
1347 Horine v. Wende, 29 App. D. C. 415; 1907 C. D.
61D, .

230. Second Interference-——When Allowed. Sccond in-
terferences will be allowed only under exceptional eir-
cumstances and will not ordinavily be deelared upon
claims to the same deviee differing from the first issue
merely in seope. Corey & DBaker v, Trout v, McDermolt,
110 O. G. 306.

Second Interference—Rule 109. The purpose ot Rule
109 is to avoid seeond interferences, aud where a party
fails to take advantage ol that rule he loses the right to
contest. the question of priorvity as to the claims made by
his opponent. Suffon, Steele & Steele, 121 O. G, 1012
(1904).

231. Judgments in Interferences. There are two kinds
of Judements in interferences, inferlocutory and final
Judgments.

A final judement is one which deternines the rights of
the parties in the matter in coniroversy, or a definite
branch of it and reserves no further question for future
determination, but a judegment may be final though it
does not determine the rights of the parties if it ends the
suit,

An interlocutory judement is one which does not dis-
pose of the suit but reserves some further question for
future determination,
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Aun inferference is for the purpose of determining
who, as between the parties to ity was the first in point of
time to invent the subject matfer in issue.

In declaring the interference the Examiner settles to
his own satisfaction all preliminary questions which must
be determined in order that the question of priovity may
be investigated and determined by final judgment. To
do this he determines that the issue is patentable; that
it 1s properly deelared so that there may be a proper
determination of the question of priority; that cach of
the parties has the right to make the claims and who are
the senior and junior parties. If any party desires fo
question the correctness of his conclusions he should do
so by appropriate motions provided by the rules of prae-
tice, as for mmstance, if he wishes to question the dect-
sion as to whether he 1s a junior or the senior party, he
should move to shitt the burden of proof. A decision on
this motion would be an interlocutory judegment from
which there is no appeal, but which may be presented
acain on appeal from the final decision on priority. It
a party believes the issue is not patentable he moves
to dissolve the interfercnce for that reason and if upon
this motion the Law Examiner holds the issue is not
patentable, this is a final judement and puts an end to
the interference unless one or more of the parties appeal
and obtain a reversal of the judgment. This though a
final judgment, is not a final judgment on priority, there
being no question of priority involved, The foregoing
are given as illustrations of interlocutory and final jude-
nents.

231a. What Questions Should Be Presented by Motions.
All questions, except those involving priority, should he
presented by appropriate motions as provided in the
rules. Some questions which should first be presented
by motion may also be urged at final hearing as involving
the question of priority, illustrations of which will he
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found in Sec. 194a. Questions anciliary to the uestion
of priority are set forth i See. 192,

232. Res Adjudicata. When a second suit is upon the
same cause of action, and between the same parties as the
first, the judgment in the former is conelusive in the lat-
ter as to every question which was or might have been
presented and determined in the first action; but when
the second suit is upon a different cause ot aetion, though
between the same parties, the judgment in the former
action operates as an estoppel only as to the point or
question actually liticated and determined, and not as
to other matters which might have been litigated and
determined. Nesbit v. Riverside Independent District,
144 U. 8. 610, 618; New Orleans v. Citizen’s Bank, 167
U . S.371,386; S.P.R. B v. U §8,168U.8. 1,48, It
was held that the doetrine as above stated is applicable
to decisions of the Patent Office. It was therefore held
in Blackford v. Wilder, 127 O, G. 1255 (1907), 28 App.
D. C. 5835; Wende v. Horine, 129 0. (. 2858, 29 App.
D. C. 415, and In re Marcont, 179 O, 1. 577, 38 App. D.
C. 286, that the losing party in an interference can not,
after the interference, present claims whieh will dom-
inate the issue involved in the interference. In other
words, the party who prevails in the interference is by
reason of the judgment of priority given the right to the
subject matter involved and it can not afterward be
civen to another without taking it from him, and the
question of his right to it having been fairly tried, he
should not and can not be foreed to retry the question,
except upon appeal. See also Carroll v. Halwood, 135
0. G. 896, 31 App. D. C. 165.

The faet that a party has a vight under the statute to
bring an action in equity to obtain a patent notwith-
standing such judgment of priovity, does not lessen the
force of the foregoing decisions, since this is a right
eranted by statute to retry the issues and must be
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availed of in accordance with the provisions ol the stat-
ite,

[n harmony also with the foregoing decistons is the
later case of Rusby v, Cross, 204 O, G, 321, 42 App. D, C.
J41. Rusby prevatled in the interference. lle then pre-
sented claims dominating certain clams of a patent in-
advertently issued to Cross, the elatms of which were not
involved in the interference.  Because Cross could have
presented these elaims but failed to do so, it was held
that the judgment of priority awarded Rushy was res
adjudicata as to those c¢laims,  Each parvty was demand-
ing a right to the claims which formed the subjeet mat-
ter of the interference and it was incumbent on each
party to present whatever facets he could to sustain his
right therto. A winning party in an interference should
not be disturbed in the full enjoyment of that which he
has won, nor should he be penalized by further litiga-
tion. for which there 18 no excuse other than that his
opponent neglected to present all the facts which he
could have presented.

%33. Broad Claims Presented After Termination of In-
terference—Res Adjudicata. Where after termination of
an interference involving only narrow claims, the win-
ning party takes out a patent on the narrow claims, not
claiming the invention broadly, and the losing party es-
tablishes by competent evidence that he made another
species of the invention patentably different frcm that
involved in the interference prior to the date of inven-
tion established by his opponent, he is entitled to a c¢laim
broad enough to cover both forms of the imvention not-
withstanding the adverse decision in the interference.
Such is the holdine by the Board of Examiners in Chief.
Inre Klahn, 241 0. G. 623; 1917 C. D. 7 (See Bstoppel,
See. 242).

In Pemple v. Goodrum, 176 O. G. 5206, the losing party
in the interference, after judement on priovity, pre-
sented claims which read upon his own case and the two
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other cases with whieh he had been involved but whiceh
could not have been added to that interference because of
a decision in another interference adverse to one ot the
parties,  These elaims were held res adjudicata because
the applicant could have presented and contested them
with the other party who cvould have made them, coneur-
rently with the other interfering subject matter,

In Frickey . Ogden, 199 O, G, 307, 1t was held that
where during the pendeney of an interference between
Oeden and Cornwall, but too late to be added thereto, an
application was filed by Frickey which was assigned to
the same party as that of Cornwall and it appeared that
the assience controlled both mmventions and could have
filedd the application of Frickey in time for it to have
been included in the interference between Oeden and
Jornwall, but neglected to do so, he was estopped to con-
test further with Ogden the subjeet matter thereot.

234. Motion to Dissolve—When Judginent is Res Ad-
judicata. When a motion to dissolve on the ground that
a party has no rieht to make the claims is sustained and
no appeal is taken, such judgment is final as to the right
of the losing party to a patent, or in other words, it is
res adjudicata in the further prosceution of his applica-
tion. U. N, e rel. Neweomb Motor Co. v. MNoore, 133 O.
G. 1680, 50 App. D. C. 464,

Motion to Dissolve—Unpatentability. Since every ap-
plicant 1s entitled to appeal to the Court of Appeals on
the patentability of his claims and sinee motions to dis-
solve can be carrvied no farther than the Commissioner,
the dissolution on this eround is not conclusive against

the parties. Gold v. Gold, 150 O. G. 470, 34 App. D. C.
29()

el Sl &

Right of Prevailing Party to Patent—Not Res Adjudi-
cata, The right of the prevatling party in an interfer-
ence to a patent is not conclusively determined by a judg-
ment of priovity because it may be that a statutory bar
exists such as publie use.  After the interference i1s
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terminated publie use proceedings may he instituted and
the issue th such case 18 not one of priority, nor is it eon-
fined to the structures or parties to the interfercnee.
In re Pittsbwrgh Drake Shoe Co., 176 O, G, 7H0 (1912)
Gueniffet, ete. v. Wietorsohu, 134 0. G, 255, 134 O. G.
779, 30 App. D. C. 432,

235 Prior Motion—Res AdJudlcata Where a party
makes a motion he must set up all that he ¢an offer in
support thereof as he is precluded from bringing an-
other motion upon the same ground. Townsend v. Ilhrel,
cte., 137 O. (. 1485 (1908); Townsend v. Thullen v.
Young, 137 O, G. 1710 (1908}.

236. Judgment of Priority—Effect. [Inder the rules
and practice of the Patent Office the decision of the Ex-
aminer of Interferences on a declared intertference deter-
mines only the question of priority of imvention in time
as hetween the parties, and the party against whom the
decision is rendered may still contend that the suececssiul
party is not entitied to the elaims made, and he 1s not
coneluded upon the question of his right to a patent
until the expiratiocn of the time allowed him by statute
for an appeal from the final order rejecting his applica-
tion. Westinghouse ». IHien, et al., 159 Fed. 930.

A judement in an interference is to the etfect that the
losing party is not the first inventor of the subjecet mat-
ter in issue and he is therefore not entitled to a patent
as to that issue. But sueh judement is not conclusive
arainst the losing party under all circumstances, for,
it may appear that hlll)‘al‘l’lll['llt to the rendition of the
judegment the prevailing party abandoned his applica-
tion, never in any way gave his invention to the publie
and never took out his patent. And where the judement
was rendered upon the record beeause the losine party
failed to produce any testimony to support his prelim-
inary statement, the prevailing party was not required
to take testimony and the judgment was theretore based
upon the applications, there being no evidence of actual
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reduction to practice by cither party. Tn such case, if
the prevatling party, after judgment, permits his appli-
cation to bhecome abandoned and has in no way given his
invention to the publie, he has not completed the aet of
invention by in any manner giving the publie the ben-
efit of his invention,  Sinee an abandoned application is
not a bar to the granting of a patent to another, the los-
ing party m such interference, if he has kept his applhi-
cation alive, is entitled to a patent on the issue nofwith-
standing sueh judament of priority. It was held in Ko
parte Phelps, 176 O, G, 525, that a judgment of priority
was a bar to the claims of the losing party, even though
the prevatling party had permitted his application to
become abandoned after judement and there was no tes-
tunony taken in the interterence to show an actual redue-
fion to practice by the prevailing party., But in Jolliffe
. Waldo v. Vermer & Schoriek, 234 0. G. 671 (1916),
Commissioner BEwing did not agree with the reasoning 1n
Fr parte Phelps, 176 O, G, 525, and held that the losing
party under such circumstances was entitled to a patent
notwithstanding the judement of priority against him,
See also Fanstow v Whitney, 266 O, G, 742 (1910).

237. Judgment on the Record—When Not Permissible.
Where a junior party to an interference alleges in his
preliminary statement a date of coneeption of the inven-
tion in assue prior to the senior party’s filing date, but
the other datey alleged are subsequent thereto, an order
to show eause why judgment should not be rendered on
the record should not be granted, as, coneeption might be
proved as allewed. Pefers v, Hophins & Dement, 150 O,
(. 1044, 34 App. D. C. 141, |

238. Motion for Judgment on the Record—Question
Raised. A motion for judement on the record in an in-
terference does not present the case for final hearing on
the merits, but raises only the question of the sufficiency
of the allezations of the preliminary statements of the
opposing parties, admitting their truth for the purposes
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of the motion onlyv. Lindmark v. De Ferranti, 153 0O, Q.
1082, 34 App. D. C. 445, But where the junior party
in his preliminary statement fails to allege a date of
conception carlier than the fillng date ol his opponent,
judement of priority will be awarded to the senior party
on the record. Neth & Tamplin v, Ohneer, 123 O, G. 998.

In response to & motion to show cause why judgment
should not be rendered upon the veeord, a party may
move to dissolve the interference. Field v. Colman, 131
0. G. 1686 (1907); Felbel v. Forx, 130 O. G. 2375
(1907) ; Jarvis v. de Focatnts, 20 Gour. 66-4 (Mar.,
1908). -

239, For Failure to File Preliminary =Statement.
Where a party fails to file any prehiminary statement
and his filing date 1s later than that of one of his op-
ponents, an order will be made to show cause why judg-
ment should not be entered against hin, It he fails to
respond to this order judgment will be rendered that he
is not the first inventor, but where there are several
parties such judement 1s not a holding that he was the
last of all the parties to make the invention. Dutcher v.
Matthew, ete., 118 O. G. 2538 (1905).

240. For Failure te Print Testimony. Judgment of
priority will be awarded against a junior party who fails
to print his testimony. Brown v. Gillett, 191 O. G. 832
(1913).

241. For Failure to Take Testimony. When the time
for taking testimony has expired and no testimony has
heen taken or filed by either party, it is the duty of the
Examiner of Interferenees to award priority to the
senior party under Rule 116. Brough v. Sayder, 94 O.
G. 221, 1901 C. D. 3.

ESTOPPEL.

242. By Judgment in Interference (See title Judg-

ment). |
By Concealment ,(See title Concealment).
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To Deny Validity of Patent After Contesting an Inter-
ference. Where a party has made application for a pat-
ent on the invention and contested an interference 1 re-
oard to it, the contention against his successful rival
that the invention 1s not patentable does not come with
eood grace. K. Thomas & Sons Co. v. The Fleclric
Porcelarn & Mfy. Co., el al., 111 IFed. 923, 97 O. G. 1838;
1901 C. D. 510. Nevertheless a defeated party in an in-
terference 18 not estopped to deny the validity of the
patent granted on his opponent’s application. Aulo-
matic Racking Machine Co. v. White Racker Co., 145
Fed. 643, 64,

To Make Claim After Rights or Third Parties Have In-
tervened. A party is not estopped from subscequently
makinge a claim to an mvention unless there is a failure
of the specification to disclose it. The absence of a def-
inite and special claim for an invention when the appli-
cation was originally filed does not act as an estoppel to
the subsequent making of the claim. In Bechman v,
Wood, 89 Q. G. 2462, and Michlc v. Reud, 18 App. D. C.
128, 96 O. G. 426, it was held that where there arve inter-
vening rieghts an applicant may not broaden his claims to
destroy those rights. Furman v. Dean, 114 O, G. 1552,

By Failure to Appeal. Where action is taken by the
office upon motion to dissolve an interference from which
an appeal may be taken in the interference and the op-
portunity for such appeal i1s neglected, an ex parte ap-
peal thereafter upon the same matter will not be enter-
tained except where the right of appeal is statutory.
Newcomb v. Thompson, 122 O. G. 3012 (1906).

242a, By Failure to Make Claims Under Rule 109,
The purpose of Rule 109 1s to avoid a second interfer-
ence, and where a party fails to take advantage of that
rule he loses his rieght to contest the question of priority
as to the claims made by his opponent. Sutton v. Stecle
& Sleele, 121 O. G. 1012 (1906).

By Admissions of Solicitor in Prosecution of Applica-
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tion. A\ party s estopped to deny admissions made by
his solicitor in the prosceeution of his appheation.  Weas-
seithanner v, Dodge Melallic Cap ('o., 156 Fed. 365, 3068.

243. Judicial Notice. Since the Commissioner of Pat-
ents may fake judicial notice of Facts adjudicated by the
Supreme Court ol the United States in a cause passed
upon by that court, he may for a stronger reason act
upon knowledee derived from a searceh of the records of
litigation and decisions made in his own department even
though suceh records have not heen formally introduced
in evidence., In Re Marconi, 179 0. G, 577, 38 App. D.
(. 286 1912 C. D. 483; In rve Drawdbaugh, 1846 C. D.
D27, 77 O, G, 315, 0 App. D C. 2195 MceDermolt, 15
Gour. 88-26 (Oct., 1903).

The Commissioner takes judicial notice of the deei-
sions of the Court of Appeals, D. C. Tournier, 108 O. (.
T98.

Ifacts of which the tribunal before whom the cause is
tried, is bound to take judicial notice, need not be proven.
Dall . Flora, 121 O, (. 2668 (1905).

Judicial notice will be taken of the contents of stand-
ard books of reference. Werk v, Parker, 264 O. G. 159,
249 U, S, 130,

While the court takes notice of its own records, 1t can
not travel for this purpose out of the records velatine to
the particular case. Thus i one case the court can not
take notice of the proceedings in another case, unless
stuch proceedings are put in evidence,  Wharton on Evi-
dence, Vol. 1, See, 320.

The court can not in one case take judieial notice of
the records m a different case, even though pending in
the same eourt. Nor will 1t take jJudicial notice 1n a’eiven
case of the pendency of proceedings in other causes n
the same court, much less of those of other courts. Jones
on Ividence, See. 129,

Special Knowledge of the Judge. A judwe has no right
{0 act upon his own personal or special knowledge of
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Facts, as distineguished {rom that eeneral knowledee
which might be important to other persons of intelli-
cence, sinee if the Judge knows anyvthinge which would aid
one of the parties he should be called from his place as
judee and become a witness,  Jones on Bvidenee, See.

19,

MOTIONS.

R44., (See Forms, Dissolution, Preliminary  State-
ment, Hearing, Burden of Proof, Stav of Proceedings.)

Interlocutory Motions—What Are Permitted. [nter-
locuttory motions are not permitted upon matters which
can not be determined from a constderation of the apph-
cation and office-records and which require the taking of
prools.  Cory, ete. ¢ Blakey, 115 Q. G, 1328.

Piecemeal prosecution is against the poliey of the ot-
fice, and hence a party may not make a motion which
embodies but a part of his grounds for relietf and after
that has been determined, file other motions for other
reasons which eould have been and should have been in-
cluded in the first motion. Willinms v. Webster wv.
Sprague, 148 O, G. 280 (1909) ; Egly v. Schultz, 117 O.
G. 276 (1905).

To Dissolve Interference. (See Dissolution.)

To Transmit Motions, Where a party desires to pre-
sent a question which ean not be passed upon by the par-
ticular tribunal before whom the case is at the time
pending because of lack of jurisdiction to hear the mo-
tion, it is necessary to make a motion to transmit the mo.
tion to such tribunal, A motion to transmit should be
accompanied by the motion which is to be transmitted.
Under the present rules such motions are filed before and
passed upon by the Commissioner. If in the opinion of
the Commissioner the motion be not in proper form, or
if it be not brought within the time specified and no
satisfactory reason bie given for the delay, it will not be
transmitted. Rule 122, If the motion is transmitted,
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1t 1s sent to the Law Examiner for his opinion thereon.
UInder the former practice and under which most of the
decisions elsewhere considered under the head of **dis-
solution’’ were rendered, a motion to transmit a motion
to dissolve was filed before the Examiner of Interfer-
ences and if eranted, the original motion then went to
the Primary Examiner for determination. Since the
change in the rules relate to the jurisdiction of the offi-
cial who 1s authorized to pass upon the same, it is be-
lieved that the decisions under the old rules will apply
under the new rules in so far as the form and merits of
such motions are concerned,

To Shift the Burden of Proof. Motions to shift the bur-
den of proof should be filed before and decided by the
Examiner of Interferences. Rule 122 (See Burden of
Proof). |

To Amend Preliminary Statement. (See Preliminary
Statement—Amendment of.)

To Postpone Time for Filing Preliminary Statement.
Rule 104. (See Preliminary Statement.,)

To Postpone Hearing. (Rules 120-154. Sece Ilearing.)

To Extend Time for Taking Testimony. The granting
or refusing of a motion to extend time for taking of tes-
timony is wholly within the diseretion of the Examiner
of Interferences and no appeal lies from his -decision
upon such motion, though in extreme eases where an
abuse of diseretion is shown, resulting in great hardship
to a party, the ruling may be reviewed on appeal. Good-
fellow v. Jolly, 115 O. G. 1064; 1905 C. D. 105; Chris-
tensen v. MceKenzie, 117 0. G. 277; 1905 C. D. 238:
Dalton v. Hopkins, 121 O, G, 2666 (1906).

Delay in bringing the motion may result in its re-
tusal.  Donning r. dnderson, 111 0. G. 582, And
where a party made no effort to take testimony as to
priority within the time set, but devoted his time to the
investigation of public use of the invention, 1t was held
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that an extension ol time was properly refused,  Per-
rault v, Pieree, 108 O, G, 2140,

'I'he motion should clearly set forth the grounds upon
which the extension 1y asked and state why the testimony
could not be taken during the time orviginatly allowed.
Reynolds v. Bean, 101 Q. . 28215 1902 C. D. 461, The
motion should be brought before the time origmally set
has expired.  Turner v, Benzinger, 102 0. G, 1552
(1903); Byron v. Henry, 104 O, G. 1895 (1903). A
party may not voluntarily put himself in a position
where his testimony can not be taken and then ask to
be relieved of his own fault or negligenee, as such action
will be regarded as o waiver of his riecht to fake testi-
mony. Daeis v. Cody, 101 O, G. 1369 ; 1902, C. D. 220,

Since the granting or refusing a motion to extend
time J‘m' taking testimony is a matter within the disere-
tion o The BExaminer of Interferences, each motion pre-
sented must rest upon its own inherent merits, 1t would
scem that the rules of the courts m eranting contin-
uances should be made applicable to motions of this
character, though 1t seems that the office has not thus
tar applied such rules, as where an etxension is asked
because of the inability of a party to proeure the testi-
mony of a certain witness, three elements should concur:
(1) Materiality and admissibility of the evidence; (2)
due diligence; (3) an affirmative showing that the ab-
sent witness can and will be produced at a future time.

To Suppress Testimony., (Sec Testimony—Suppres-
sion of.)

To Talze Testimony in a Foreign Country. Rule 158.

To Amend Issue. Rule 109. (Sce Issuc—Amend-
ment. )

To Add Further Counts. (See Issue.)

For Rehearing. (See Hearing.)

244a. To Amend a Motion. Where a party makes a
motion which if found to be not in proper form, he may
cure the defeet by a motion to amend the motion, pro-
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vided 1t appears thatl he is acting in eood taith and that
the same was bhrought within the time for appeal from
the decision upon the former motion. Gold v. Gold, 131
0. G. 1422 (1907) ;3 Rochstroh v. Warnock, 132 Q. Q.
934 MeQuarrie v. Manson, 142 0. G, 288 (1909).

For Judgment of the Record. Rule 119, (See Judg-
ment.)

To Take Testimony as to Operativeness. (Sece Inopera-
tiveness.)  Lowry & Cowlcy v. Spoon, 122 O, G. 2687 ;
Darber v. Wood, 132 0. G, 1588.

APPEALS.

245, To the Examiners in Chief. Sce. 4909 R. S.
“Kvery party to an interference may appeal from the
decision of the Primary Examimer, or of the Examiner
in charge of inferferences in such case, to the Board of
Examiners in Chiet.”” Rules 143, 144, 143 and 146,

See. 4910 R. S, ““If such party is dissatisfied with the
deciston of the Examiners in Chief, he may appeal to the
Comuissioner in pcrson.”’

Extent of Right to Appeal. The right to appeal to the
Examiners in Chiel in interference cases ereated by stat-
ute was to review the question of priovity and such an-
ctllary questions as the Examiner had passed upon in
deciding the question of priority for which the inter-
ference i1s wnstituted.  Allen Comr. v. U. S. c¢x rel. Lowry,
ef al., 116 O. G, 225.3 (1905).

Ancillary questions which go to the question of prior-
ity and which have been passed upon by the various
tribunals of the Patent Office and Court of Appeals, D.
C., are set forth i this work under title of Relevant
Testimony, See. 192,

Judgment on the Record. Appeal lies to Examiners-
in-Chief. MeHarg v, Sehoudt & Mayland, 106 O. (.
1780 (1903) ; Drown v. Lindmark, 109 O. G. 10717

246. To the Court of Appeals, D. C. Tn interference
cases the Court of Appeals has jurisdietion to review the
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deciston of the Commisstoner in but one class of deci-
sions, viz., final awards of priority. Decisions on mo-
tions are interlocutory judgments on which no appeal
lies to the Court of Appeals. No award of priority may
be made on motion to dissolve and before proofs are
taken, not even in a case where the motion is based upon
the ground that a party has no right to make the elaims.
If the motion is denied, the soundness of the ruling is a
question anctllary to the final judement of priority, as
in Podelsak v. Mclinnerney, 26 App. D. C. 399, If the
motion is sustained. it ends the interference and no
cause of action survives or exists upon which an order of
priority can be based. Since the statute 1mposes on the
Commissioner the power to declare in interference with-
out right of appeal, he may also dissolve it without right
of appeal. In Cosper v. Gold, 34 App. D. C. 194, the
Commissioner dissolved the intertference on the ground
that Cosper had no right 1o make the claims, On the
first appeal the Court of Appeals declined jurisdiction
because there had been no judgment of priovity rendered.
Thereupon the Commissioner entered a judgment of
priority upon the ground that Cosper had no right to
make the claims, and the question of priority hinged
upon the question as to whether Cosper had a right to
make the claims. Where there has been no hearing upon
the question of priority no award of priority can be
made on motion to dissolve. Cartin v. Goldberg, 45 App.
D. C. 540, 236 O. . 1222, 1917 C. D. 128.

Questions Which May Be Presented on Appeal on Pri-
ority as Ancillary Thereto. (See Sec. 192.)

247, Questions Not Considered. As we have already
seen, no question will be considered on appeal except
that of priority and such (uestions as are anciilary there-
to. The court has deelined to consider: that a showine
made is not sufficient to establish that the delay in prose-
cution of the application was unavoidable. In re Car-
valho, 250 O. G. 514, 47 App. D. C. 384, Patentability
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of the issue. Halhoway & Lea v. Colman, 245 0. G.
1025, 46 App. D. C. 40; Laulenschiager v. (luss, 249 O,
(. 1223, 47 App. D. C. 443; Flsom v. Bonner & Golde,
246 O, G. 299 (107) s Stingluf v. Sweeet, el al., 250 O,
(. 659; 1916 C. D. 224, 45 App. D. C. 302; Sobey v.
ITolschlow, 1907 C. D. 465, 126 O. G. 3041, 28 App. D.
C. 65; Mell v. Midylcy, 1908 C. D. 512, 136 O. G. 1534,
31 App. D. C. 534, Whether a statutory bar existed to
the granting of a patent to the successtul party. Burson
v. Vogel, 1907 C. D. 669, 131 O. G. 942, 29 App. D. C.
388 ; Lacroix v. Tyberg, 160 O. G. 267, 33 App. D. C. 5806 ;
Norvling v. Hayes, 1911 C. . 347, 166 O. G. 1282, 37 App.
D. C. 169. Whether either parvty will have a rieht to a
patent. Guenifett v. Wictorsolhn, 1908 C. D. 367, 134 O.
G. 779, 30 App. D. C. 432, The refusal of the Commis-
stoner to exercise his supervisory authority or of the EKx-
aminers in Chief to act under Rule 126, Elsom v. Bonner -
{: Golde, 246 O, G. 299 (1917). The court has frequentty
refused to consider the identity of the inventions claimed
or the rieht of a party to make the claims, except in ex-
treme cases where it has been held that the right to make
the claims 15 a question ancillary to the question of
priovity.,  Podelsak v. Mclunerney, 120 O, G, 1689, 26
App. D Co 400 U S, er rel. Newcomb Motor Co. v,
Moore, 133 O. G. 1680 (1908), 30 App. D. C. 464; Sce-
Lerger v. Dodge, 24 App. D. C. 481 : Bechwman v, South-
gale, 127 O. G. 1254 (1906), 28 App. D. C. 102; Swihart
v, Mauldin, 99 0. G. 2332, 19 App. D. C. 570; Schup-
phaus v. Stevens, 95 0. G. 1452, 17 App. D. C. 548 Iler-
man v, Fullman, 109 O, G. 1888, 23 App. D. C. 239;
Cosper ». Gold, 1561 O. G. 194, 34 App. D. C. 194, The
(question of operativeness, Lolterhand v. Ianson, 110
O. G. 861, 23 App. D. C. 372; Duryea v. Rice, 126 O. G.
1357 (1906), 28 App. D. C. 4235, An order dissolving an
interference. 1'he Uuion Distilling Co. v. Schnerder, 129
O. G. 25603 (1907), 29 App. D. C. 1; Brooks v. flllard,
111 O. G. 302, 23 Apyp. D. C. 526, Granting or refusing
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a rehearing.  Greenwood v, Dover, 109 O. G, 2172, 23
App. Do G251 Rechards vo Messner, 114 O, G, 1831.
Or any interlocutory motion except in extreme cases
where it is plain that there has been an abuse of disere-
tion exercised by the lower {ribunals.  Ritter v. Krakau
(: Conner, 114 O, (i, 1553, 24 App. D. C. 271; Puarker v.
Jraft & Reynolds, 265 O, G, 309, 258 Fed. 988; Dunbur
. Schellenger, 128 0. G, 2837 {1907), 29 App. D. C.
129 Kinsman v, Strohvm, 136 0. G, 1769 (1908), 31
App. D. C. 581 Unreersal Motor Truck Co. v, Universal
Motor Car Co., 197 O, (1. D35, 41 App. D. C. 261. Re-
fusal to extend the time within which a prelimmnary
statement may be filed, exeept where it clearly appears
that there was an abuse of diseretion.  Churelill v.
Goodwin, 141 O. G, 5068, 32 App. D. C. 438.

The right to take expert testimony, Weinlraud v.
Hewrttt, 164 O. G. 204, 34 App. D. C. 487. Whether
there was sufficient reason for delay in presenting a mo-
tion to dissolve. Broadwell v. Long, 164 O, G. 252, 306
App. D. C. 418.

247a. Questions Presented for the First Time on Ap-
peal. Only questions presented below will be considered
on appeal. MHcFarland ». Walson, 146 O, . 257, 33
App. D. C. 445; Lacrote v. Tyberg, 150 O. G. 267, 33
App. D. C. 586G; IField v. Coleman, 193 O. G. 221, 40
App. D. C. 5985 Luckelt v. Straud, 250 O. G. 999 (1918).

248, Assignment of Errors—Scope of. On an appeal
to the Examiners in Chief from a deecision of the Exam-
iner of Interferences, an assignment of error which as-
salls the deeision of the Examiner of Interferences in
awarding priority on the whole case to the opposing
party is sufficient {o preserve the appellant’s right to
argue the question of res adjudieata by reason of a jude-
nment in a prior interference. Curroll v. Haliwood, 135
O. G, 896 (1908), 31 App. D. C. 165.

Amendment of Assignment of Errors. No provision is
made in either the Court Rules or the Rules of the Pat-
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ent Office for amendment of assignment of errors, but
amendment may be permitted upon a proper showing,
where no injury could be done the opposing party.
ITorine v. Wende, 129 O. G. 2858 (1907), 29 App. D. C.
415,

249. Reversal on Question of Fact. Where the con-
current decisions of the Patent Office are the same on a
question of fact, it 1s neeessary for the appellant to make
out a clear case of error to obtain a reversal. Tf it bhe
left in doubt whether the ruling below is correet, the de-
ciston will be affirmed. Ries v. Jebsen, 132 0. G. 845
(1907), 30 App. D. C. 199; Howard v. IHey, 95 O. G.
1647, 18 App. D. C. 142; Swihart v. Mauldin, 99 0. G.
2332, 19 App. D. C. 570; Flora v. Powrie, 109 O. (.
2443, 23 App. D. C. 195. The court is not bound to af-
firm a case beainuse the deeisions below have bheen uni-
form, O’'Connell v. Schmidt, 122 0. G. 2065 (1906), 27
App. D. C.T7: Woodbridge v. Winship, 145 0. (. 1250,
33 App. D. C. 490, Gold v. Gold, 150 0. G. 570, 34 App.
D. C. 229; Derr v. Gleason, 264 0O, G. 864, 258 Fed. 969.

2560. Reversal on Questions of Law. While the deci-
sions of the Patent Office on auestions of fact will ordi-
narily be followed, such is not the rule where matters of
law are involved. Oreutt v. MeDonald, Jr., 123 0. G.
1287 (1906), 27 App. D. C, 228; Bourn v. INil, 123 O. G.
1284 (1906), 27 App. D. C. 291.

251. The Record on Appeal, The court will not con-
sider affidavits filed either in the court or in the Patent
Office, relating to changes that may have oeccurred, 1n
drawings, nodels, or exhibits and the like, after the
same have been mtroduced in evidence, and has pointed
out that to guard against such possibility parties should
deseribe exhibits at the time they are introduced in evi-
dence. 1f any corrections arve to be made in the record
they should be made 1n the Patent Office before the ree-
ord i1s certified to the Court of Appeals. Blackford v.
Wilder, 104 O. G. 580 (1903), 21 App. D. C. 1; Green-
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wood v. Dover, 109 O, G, 2172, 23 App. D. C. 251. Where
the decision of the Patent Office i< based on testimony
not in the record on appeal, it must be assumed that the
decision below was covreet. Goldbery . Halle, 151 O. G.
452 34 App. D. C. 183, The record made by a party not
appealing will not be considered on appeal. Eichards v.
Meissner, 114 O, G. 1831.

Where error in suppressing testimony is alleged, the
suppressed testimony must be made a part of the record.
Jones v. Starr, 117 0. G. 1495, 26 App. D. C. 64

252. Extending Time for Filing Record. The Com-
missioner may not extend time for giving notiee of ap-
peal, but he may extend the time for filing the transeript
of the record. In Clements v. Richards, 111 0. G. 1626,
it was held that the Commissioner has no authority to
extend the limit of appeal to the Court of Appeals, as
that 1s fixed by the rules of the court.

253. Appeals to the Commissioner., Appeals to the
Commissioner in Iuterferences are permissible under
Rules 124, 139 and 143. Kegulations respeeting the pres-
entation of such appeals are provided in Rules 144, 145
and 146, In general a party may appeal from a judg-
ment acainst him on priority of invention, Certain ques-
tions have arisen in interferences and which have been
designated in various deeisions as questions anctllary to
that of priority. The questions which have been con-
sidered by the Court of Appeals, D. C., as ancillary to
priority, are referred to elsewhere under Relevant Testi-
mony, See. 192, Such questions having been taken into
consideration by the court as properly relating to pri-
oritv of invention, they may be presented to the various
tribunals of the Patent Office and appeal taken to the
Commissioner from adverse rulings thereon by the IKx-
aminers in Chiof. But the jurisdietion of the Commis-
sioner being more extensive than that ot the Court of
Appeals, D. C., he may take into ¢onsideration on ap-
peal matiers which will not be considered by the court.
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For the sake of orderly procedure the Commniissioner,
with the approval of the Secretary of the Interior, has
promileated the Rules of Practice in which provision is
made for appeals on certain questions and the right of
appeal dented s to others. The rules are designed to be
in striet accordance with the Revised Statutes relating
to the grant of patents, Questions whiceh are appealable
under the rules should he presented by appeal in con-
formity with such rules,. but where a party desires to
present to the Commissioner a question on which the
rules do not provide for appeal, he must do so by peti-
tion. (See Petitions,)

254, Patentability of the Issue. On appeals on prior-
ity, the patentability of the issue will be considered only
under extraordinary cirenmstances which will warrant
the exerecise of the supervisory authority of the Commis-
sioner to correct a manifest error. Lacroir v. Tybery,
148 O. (. 8§31 (1908) ; Diwron & Marsh v. Graves, 130 O.
G. 2374 (1907); Sorrcll v. Donnelly, 129 0. (G. 2501
(1507); Dotler v. Mclntosh, 122 0. G. 1721 (19006) ;
Sobey v. Holschlaw, 119 0. G. 1922 (1905).

Where the Examiners in Chief recommend under Rule
126, that the issue 18 not patentable, the Commissioner
will not pass upon the patentability of the issue at this
stage of the proceedings, but may suspend the interfer-
ence and remand the question to the Primary Examiner,
from whose decision an appeal may be taken as in other
cases. Rule 126, Sorrell v. Donnelly, 125 0. G. 2501
(1907). Where the Examiner of Interferences or the
Ixaminers in Chief refuse to make any recommendation
under Rule 126, such refusal will not be reviewed on
appeal. Wert v. Borst, 122 Q. G. 2062 (1906).

200. Petitions in Interferences, It is well settled that
a matter will not be eonsidered on petition if the rules
provide adequate remedies by appeal. An zgerieved
party must follow the regular ecourse of procedure pro-
vided by the rules and should only invoke the supervi-
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sory authority of the Commissioner under cireunstances
where he has no other remedy and i a clear case. Brown
v. Gammeter, 132 0, G, 679 (1908); Cazin, 20 Gour.
86-1H (Dece., 1M8) ; Nuwwmun v, Ashley, 175 O, G. 1098
(1912).

206, Right of Appeal Denied—In What Cases. No ap-
peal lies where the rules specifically provide that a gues-
tion is not appealable. And it has been held that where
a motion to amend the issue 1s denied because the op-
posing party can not make the claim, no appeal lies to
the Commissioner. Stroncch v. Shaw, 192 0. G. 989
(1913) ; Mortimer v, Thomus, 192 O, G. 215 (1913) ; or
from a decision which would not constitute a ground for
rejecting the claims in the application of the movine
party atter the termination of the interference, Morti-
mer v, Thomas, 192 O, G. 215 (1913). Or where a mo-
tion to dissolve an mterference is based on the ground
ol 1rregularity in declaring the same because of the al-
leeed 1noperativencess of the opposing party’s structure.
Scacombe v. Burks, 182 0. G, 973 (1912). Or the grant-

ing of a motion to add counts under Rule 109. Leonard
v. Pardee, 164 O. G. 249 (1911). Degen v. ’fudt, 133
O. G. 514 (1908). Or from a decision of the Primary
Examiner as to the sufficieney of a notice as to matters
not ot record which are to be presented at the hearine
on motion to dissolve, except in cases ot abuse of disere-
tion. Thieme v. Bowen, 21 Gour, 70-13 (Aug., 1909).
Or upon the admissibility of affidavits filed with a mo-
tion to dissolve, it no appeal lies from the deeision on
the motion to dissolve. Brown v. Inwood, 131 0. Q.
1423 (1907). Or from a decision of the Examiner of
Interferences extending time for takine testimony, nor
will the question be considered on petition, except in a
clear case of abuse of diseretion.  Wiekers v. Wernwurm,
129 O. G. 2501 {(1907). Or the granting of a motion to
take testimony abroad.  Keith v. Lundquist, 128 O, G.
2835 (1907). Or from a decision denying a motion to
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