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INTRODUCTION.

; THE great system of rewards to inventors, popularly known as the
Law of Patents, was originally instituted in Xngland. It has been

'1dopted into the legislation of almost all civilized countries.

:  Society, grateful to him who adds to its stock of practical knowledge,

confers on him a reward which is measured by the substantial benefit it
recewes, by allowing him fora limited time the sole right to exercise the
‘art he has taught it. It secures to the man of genius a share of the

i ‘benefits derived from his conquest in the world of art,—conquests made

rr‘,ffg,:not for himself alone, but for all mankind.

% Inalong course of years many abuses had grown up, which recent
len-ls]atmn has removed. The prizes held out have been brought more
mthm the reach of the poorer class of inventors.

% One cannot but be sanguine in hoping that the community is likely to
denve great benefit from the new objects and motives presented to the

,:kil_mmds of-our artisans. A sense of its tangible, intelligible advantages will

:urge them to the education of themselves and their children. They will

ffeel and understand that he who brings to the performance of his work an

I_Eiuformed mind and an observant spirit, who strives earnestly to study

and comprehend the principles as well as the details of the operations

.l"'which are his daily task, will assuredly be rewarded. The triumphs of

; tht and Arkwright will teach them that there is no elevation to which

the humblest man of genius may not aspire, if to activity and intelligence

1fhe joins prudence and good judgment. Let it not be urged that many
ﬂfall ;—a system of promotion is not bad because honours cannct fall to
fthe lot of every meritorious soldicr in our industrial army.
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V1 INTRODUCUTION.

Great as has been the advance made in science and art within the pre.
sent century, yet greater advancement of the moral and material inter-
ests of mankind may be looked for when the euergies of a fresh and
more numerous class of eminently practical thinkers shall have been
fully developed and enlisted in the great cause of human progress.
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LAW OF PATENTS,

CHAPTER I

THE NATURE OF LETTERS PATENT FOR AN INVENTION.

1. A mMoNOPOLY 1s defined to be an institution or allowance by the |

king, by his grant, commission or otherwise, to any person or persons,
bodies politic or corporate, of or for the sole buying, selling, making,
working, or using of anything whereby any person or persons, bodies po-

litic or corporate, are sought to be restrained of any freedom or liberty

that they had before, or are hindered in their lawful trade.(a)

2. Statute 21 Jac. 1, cap. 3, sect, 1—6, declared grants of monopolies
to be contrary to law, and enacted, that all monopolies for the sole buying
selling, working, or using of anything should be void and of none effect,
except ¢ letters patent and grants of privilege for the term of fourteen
years or under, for the sole working or making of any manner of new
manufactures within this realm to the true and first inveﬁté\r or inventors
of such manufactures, which others at the time of making such letters
patent and inventions shall not use; so that they be not contrary to law
or mischievous to trade, by raising the price of commodities at home, or
hurt of trade, or generally inconvenient.” (b)

3. Monopolies are said to be against the policy of the law *and %0
contrary to Magna Charta.(c) It is said, that «all trades, as well [*2 ]

mechanical as otherwise, which prevent idleness, and exercise men and

youth in labour for the maintenance of themselves and their families, and
for the inerease of their substance, to serve the queen when occasion shall
require, are profitable to the commonwealth, and therefore any grant to
have the sole right to exercise a trade isagainst the common law, and the
benefit and liberty of the subject. Such a restriction is not only inju-
rious to those who exercise the same trade, but to all other subjects, be-

a) 3 Inst. 181. (6) See Appendix.

¢) See 2 Inst. pp. 47, 61 ; Mitchel v. Reynolds, 1 P. Williams, 181 ; Rot. Parl. 60
Ed. 8, Nu. 17, 28, 33; stat. 50 Ed. 3, cap. 2 ; stat. 9Ed. 3, cap.1; 2 R. 2,cap. 1;
Davenantv. Hurdis, 2 Inst. 47 ; East India Company v. Sandys, 10 How. Stat. Trials,
371; 3 Inst. 181, :

JANUARY, 1853.—2
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cause from want of competition the price of the commodity is kept high,
and it is produced of inferior quality.” ()

The evils of monopolies were very strongly felt at the time of the pass.
ing of the statute.(e)

4. Independently of an express restriction by the sovereign authority

| ina state, there is no such thing as exclusive property in an invention.
The subject-matters of human inquiry are free to all men. An addition
once made to the stock of knowledge 18 common property for ever, nor is
it less the property of the discoverer because others possess it as well as
himself. It is in its nature infinite and incapable of appropriation. The
first builder of a house could claim as his own the substantial and tangi-
ble materials, the logs and wood of which he constructed it; but the idea
of such an erection became instantly the property of all mankind. The
abstract natural right of the inventor 1s only to exercise his own invention
freely.

Inythe case of the monopoly of an invention, it is the idea and princi.

¢ ple of the invention that is appropriated, and not the mere formal expres-
sion of it, as in case of copyright.

5. At common law, all restraints of trade, where nothing more appears,
aro bad ; bus if the circumstances show that the restraint is upon fair con.
[*3] sideration, it ought to be maintained.( /) *The statute of James, .

enaets that the grant shall be of such force as it would have been
before the statute, and of none other. The invention must therefore be
'usaful as well as new.(g)

6 An exclusive privilege can only be justifiable as a reward to him
who adds to the general stock of knowledge, and a purchase of his inven-
tion, It is thercforc a condition of such a grant that the grantee shall
fully disclose his invention. |

The practice of specifying seems first hinted at in Darey v. Allen, as
reported in Noy, It is said, that monopolies are lawful when any man,
by his own charge or industry, or wit and invention, doth bring any new
trade into the realm, or any engine tending to the furtherance of atrade |
that never was used before, and that, for the good of the reaim, in such
cases the king may grant to him 2 monopoly for some reasonable time,
until the subjects may learn the same, in consideration of the good he
does the commonviealth.(z) An Act of 1651, granting a patent for four- |
teen years, to one Buck, for melting iron by coal, contained a proviso,
that Buck .should take apprentices after seven years of the term, and
teach them the knowledge of his new invention.

7. This object is now attained by the condition requiring the enrolment
of a specification. The earliest patent into which this clause appears to |
have been jutroduced, was one granted the 1st of April, 11th Anne.}}

Its introduction, was not on the authority of Parliament, but on that of |

the law officers of the Crown.(?) :

!

d) Thée case of monopolies, 11 Rep. 84; S. C. nom. Darcy v. Allin, Noy, 1%8. &
e) See Hansard, Feb. 19, 18 Jac, 1, 1192, 1200, 1205 ; Sir G. Monipesson's case, }
2 State Trials, 111 ; Sir H, Yelverton’s case, ib. 1143, :
5 f) Mitchell v. Reynolds, 1 P, Williams, 181, (9) 3 Inst, 184.
h} Darcy v. Allin, Noy, Rep. 178, (¥) Webst. P. C, 8.
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8. The king cannot grant or take but by matter of record.(%) No
grant of the king is available or pleadable except it be undor the great

seal.()

9. At common law, the letters patent must have been enrolled, other-
wise they are void. They could not have been vacated except by matter
of record; thus, 1t 1s said, that if a man surrender his patent, and it be
cancelled, and a *note of it indorsed, and afterwards the surrender 47
cnrolled, the patent shall be vacated. After the vacatur is entered [*4]
on the roll, a constat of the patent shall nct be granted. But a surren-
der and cancelling with an indorsement on it is not sufficient if the sur-
render be not enrolled.(m) If a deed be delivered to be enrolled it is
sufficient, though 1t be not enrolled, but put into a chest, for it may be
enrolled at any time.(z)

10. Letters patent granted under the provisions of stat. 15 & 16 Viet.

¢ 83, will not require enrolment. (o)

11, If a patent be granted in respect of a mew invention, the king
cannot grant a second patent, for the charter is granted as an encourage-
ment to 1nvention and industry, and sccure the patentee in the profits for
a reasonable time; but when that is expired, the public is to have
the benefit of the discovery. If a second patent is granted to a stranger,
the first patentee shall have a scire facias to repeal the second patent.(p)

12. The construction of the patent is for the court. It appears that
the construction of tho granting part of the patent must depend on dif-
ferent prineiples from that by which the construction of the specification
18 to be governed. It is laid down that the king’s letlers patent are
records of a high nature; they have in all times been construed most
favourably for the king, contrary to the grants of common persons, which
are construed in favour of the grantee, and most strongly against the
grantor. If they can be taken to cnure to a double intent, they shall be
taken to the intent that makes most to the king’s benefit.(g)

13. The grant shall be construed strictly. But where it is capable of
two constructions, by the one of which it will be valid, and by thd other
void, that construction shall be put on it which shall make it valid, for
that will be moro for the benefit of the subject and the honour of the
king, which ought to be more regarded than his profit, for it was X5
not the king’s intent to make a void grant.(r) L[*0]

A. bad grant is void not against the Crown mercly, but in a suit be-
tween ihe patentee and a third person. A patent for two or more inven-
tions, when one is not new, is void altogether. The statute invalidates a
patent for want of novelty, and consequently, by force of the statute,

lﬁ(f) Com. Dig. Patent, A. Viner's Ab. Prerogative, M. b. 7; Lane’s case, 2 Rep.
!) Com. Dig. Patent, 0. 2 Viner's Abridgment, Prerogative, C. &.
m} Com. Dig. Patent, G. Dyer, 167, 195 a.
n) Com. Dig. Patent, E. Viner's Abridgment, Prerogative, A. d. Abraham v,
Wilcocks.
o) Stat. 15 & 16 Vict. c. 83, 8. 2.
r) Bacon’s Abridgment, Prerogative, F. 4, citing Lucas, 131,
g7) Bacon's Abridgment, Prerogative, F. pt. Com. Dig. Grant, G, 12,
r) Case of The Churchwardens of St, Saviours in Southwark, 10 Rep. 67;
Bewley's case, 9 Rep. 131 a,
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the patent ig void so far as relates to that which isold. But further, the,
consgideration for the grant is the novelty,of all, and the consideration
failing, or, in other words, the Crown being deceived in its grant, the
patent is void, and no action is maintainable upon it.(s) If any part,
¢ being a material part of the alleged invention, fail, the discovery ils

its entirety forming one entire consideration, the patent is altogether
void.

14(.t)Grants of letters patent are intended for the public weal; and if
it appears that that the Crown has been deceived by the party obtaining
the grant, the grant will be void.gu) The consideration, or motive, ex.
pressed on the face of a grant will often be sufficient to determine its
validity or invalidity. It is laid down, that if the king grant a greater

grant in fee, it will be void for the whole, for the king was deceived.(w]%
15. A false recital in a thing not material will not vitiate the grant,s

if the king’s intention i3 manifest and apparent. E
If the king is not deceived in his grant by the false suggestion of the}
party, but from his own mistake upon the surmise and information of the
party, it shall not vitiate the grant. i

| [ %6 7] Thus, where an invention was new, and useful on the *whole,g
but not useful in some cases, a patent for it was held good. Theé

Court, in Morgan v. Seaward, said that they did not mean to intimate
any doubt as to the validity of a patent for an entire machine or subject,
which if taken altogether, is useful though some parts of it might be
useless, where there is no false suggestion.(y)
In future no warrant will be granted for the sealing of any lettersg:
( patent which contain two or more distinet sustantive inventions.ﬂz) Thisg
rule seems not to apply to the case where one invention is applicable to%
the improvement of several manufactures, or where several inventions
conduce to the same common purpose or object, and are applicable to the:
improvement of the same manufacture.

!

=&

TN

(3) Morgan v. Seaward, 2 M. & W. 644 ; ib. 562, Parke, B, citing Travell v. Car-§
teret; 3 Lev. 135; 1 Rep. 53, case of Alton Woods; 2 Rep. 64, Cholmeley’s case; ¢
5 Rep. 94 @, Barwick's case ; Alcock v. Cooke, 5 Bing. 346; Hill v. Thompson, 8 b+
Taunt. 375 ; Brunton v. Hawkes, 4 B, & Ald. 542. :

¢) Hill v. Thompson, 8 Taunt, 375.
o zlt) Case of monopolies, Darcy v. Allin, 11 Rep. 86; Noy, 178, S. C.; Webst. P, g

. 1, B, ' '
%x} Com. Dig. Grant, G. 8, citing 1 Rep. 44 q, the case of Alton Woods.
y) Rex v. Mussary, Bull. N. P. 76, a; Haworth v. Hardcastle, 1 B, N. C, 189;
Morgan v. Seaward, 2 M. & W. 544.

(2) Second set of Rules, 1852,

o) —!-]i E -
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*CHAPTER IL [*7 ]

THE SUBJECT-MATTER.

A Marufacture.

1. Tre Crown has no power to grant letters patent for the sole buy-
ing, selling, making, working, or using of anything, except for the sole
making or working of any new manufacture within this realm.

Writers upor patent law have felt considerable difficulty in classifying
the inveations in respect of which letters patent may be obtained, not so
much on account of the difficulty of defining the principles which deter-
mine what is and what is not a patentable subject, as because most
inventions are capable of being ranged under several of such classes.

Auy positive definable change in a manufacture, producing a new and
definable result, and being an improvement, seems to be patentable. (Sce

4 Webster's Subject-matter, pp. 24, 29.)

2. According to the best authorities, the manufacture spoken of in the

r:- statute may be either 2 mode of manufacturing, or a vendible substance
i produced, as distinguished from a mere principle or the use or disposi-

tion of anything, without refcrence to any preduct resulting from such
use.(a)
3. Under the head of new vendible substances may be classed all new

| compositions of things produced, such as new manufactures in the ordi-

nary scuse of the term; secondly, all mechanical inventions made to

} produce old effects. A new piece of mechanism is a thing made,(b) A
¢ patent for a method of doing a thing is generally a patent for the thing
i *produced. Thus, a method of lessening the consumption of [ 8 ]

steama and fuel in firc-engines, by means set forth in the speci-
fication, is an invention of firc-engines of a newly-invented construction.

| Patents for chemical processes may be patents for the vendible substance

produced.(c)

4. Under modes of manufacturing may be classed any process or prac-
tical manner of doing a thing, any new method of working, any artificial
manner of operating with the hand or known machinery, or by new pro-
cesses, in any art, producing effects already known, but at less cxpense,
or otherwise with advantage.(d)

Passing lace between a surface of gas and a narrow chimney, which
draws the flame through the lace, so as to burn and destroy the minute
fibres in the interstices of the fabric, is a gond subject of a patent,
though the flame of charcoal and other substances had previously been

(a) Per Eyre, C. J., 2 H. Black. 492; L. J. C. Hope, The Househill Company v,
Neilson, Webst. Pat, Ca. 683. '

) 2 H. Black. 492, Boulton v. Bull,

¢) Per Heath, J., 2 H. Black, 482, Boulton v. Bull.

(d) Crane v. Price, Webst. P. C. 409, Tindal; Rex v. Wheeler, 2 B. & Ald. 349,
Abbott, C. J. Per Eyre, C. J., 2 H. Black. 492, 494.
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used to smge the fibres from silk, cotton, or lace goods placed on a board,

the flame being driven against them by bellows.(c)
In Daniell’s patent for improvements in dressmg cloth, after the sur.

face of a picce of cloth had been properly dressed, and the nap on the
surface laid even and smooth, thé piece was rolled up very smoothly and
evenly in a close and compact roll, which being immersed in hot water,
the fibres of the wool became softened, and acquired a tendency to retain
the same dircetion, and thus the effect of the dressing was rendered per-
. manent.( /)

5. It generally happens that the rcsult of the new mode of manufae.
turing is a better, or at any rate a different article from that before pro.
duced. As in Crane’s patent, a better iron was the result of the new
combination. So that the invention was the subject-matter of a patent,|
as being either of a better article or of a new combination.

6. A patent cannot be obtained for an abstract philosophieal princi.;
ple. The statement of what a principle is proves it not to be the sub.
ject-matter of a patent. It is the first ground and rule of arts and:
[ %9 ] selences. A patent must be for some *new production from such

elements, and not for the elements themselves.(g) Without the
application of the principle to a practical object and end, without the
application of it to human industry or to the purposes of human enjoy-
ment, a person cannot appropriate a principle to himself. Something of
a corporeal or substantial nature, something that can be made by man
from the matters subjected to his art, or, at the least some new mode of
employing practically his art and sklll is requisite to satisfy the Word
manufacture.(/)
- Tt is impossible to support a patent for a mere method, without havmg
carried it into effect, or produced some substance.(?) In Neilson’s case,
Alderson, B. said that the difficulty whieh pressed upon his mind was,
that Neilson had taken out a patent in substance like Watt’s, for a prin.
ciple,—the application of hot air to furnaccs; but he thought he had not
practically described any mode of carrying it into effect. The principle
must be embodied in some practical mode, and the patent is taken out
not for the prineiple, but for the mode of carrying the principle into
effect.(£) In an American case, the plaintiff claimed ¢ to eut ice of a
uniform-gize by means of an apparatus worked by any other power than
human. The invention of the art, as well as the particular method of
the applieation of the principle, are claimed by the subseriber.” The
Judge said the patentee claimed a title to the art of cutting ice by means
of any power other than human power. Such a claim is not maiuntain-
able in point of law. It is a claim for an art or principle in the abstract,
and not for any particular method or machinery by which ice is to be
cut. No man can have a sole right to cut ico by all means or methods,

e} Hall v. Jarvis and Boot, Webst. P. €. 97. |
f) Daniell’s patent. Gadson on Patents, 274. i
&Tht. Househill Company v. Neilson, L. J. C. Hope, Webst. P. C. 683; 2 .
Black. 487, Boulton and Watt v. Bull, per Buller J. N
(%) Rex v. Wheeler, 2 B. & Ald. 350 Abbott, C. J.
() Per Heath and Buller JJ. Boulton v. Bu]] 2 H. Black. 468, 486.
(%) Neilson v. Harford, Webst. P. C. 342; Jupev Pratt, Webst. P. C. 144,
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or by all-or any sorb of apparatus, though he 1s not-inventor of any or
of all such means, methods, or apparatus.(?)

7. The mere use or effect of the employment of a known 410
*thing, not having reference to trade and manufacture, 1s not suf- [*10 ]
ficient, ag if the effect be merely negative, or where no product is the
result.(m)

8. If a-man of science devises the means of making a new use of a
think known before, he cannot have a patent for that. Buller, J. said,
¢ Supposing an ingenious physician should find out that Dr. James’s
fever-powder was a specific cure for consumptions if given in particular
quantities, could he have & patent for the sole use of James’s powder in
consumptions or given in particular quantities? I think it must be con-
ceded that such a patent would be void. Yet the use of the medicine
would be new, and the effect of it a3 materially different from what 1is
now known, as life is from death. Could a patent be supported for the
gole use of arsenic in curing agues? The medicine i1s the manufacture,
and the only object of a patent, and as the medicine is not new, a patent
for it, or for the use of it, would be void.”(n)

9. The arrangement of merchandise in a particular form is not the
subject of a2 patent. There must be a manufacture, a production of |
something, or a development of some new property by the operation of
the invention. _

In an American case, a contrivance for folding thread and floss cotton
in & wrapper, in which form the goods sold more quickly and for a better
price, the cotton itself undergoing no change, has been held not to be
the subject of a patent.(0) A device similar in principle, a mode of
packing lace in boxes, has been registered here under the Useful Designs
Act.(p

10. 'i‘he external form or shape of an article manufactured is not the ;
subject-matter of a patent where the use of such form does not involve
the application of a principle, and a real and. essential improvem.nt of
the manufacture.(q) But a paving-block bevilled both inwards ana out-
wards on the same side of the block, so that the blocks as laid would

*mutually support each other, is a good subject-matter of a *11
patent.(r) [*11]

11. A patent will be good though the subject of the patent consists in
the discovery of a great general and most comprehensive principle in
science, a law of nature, if that principle is by the specification applied
to any special purpose, so as thercby to produce a practical result not
previously attained, however extensive in the resulting claim.(s)

) Wyeth v. Stone, 1 Story's Rep. 2473, 285, cited Curtis on Patents, 64.

m) Per Eyre, C. J., 2 H. Black. 494.

n) Per Buller, J,, Boulton and Watt v. Bull, 2 H. Black. 486,

o) Langdon v. De Groot, 1 Paine, C. . R. 203, cited Curtis on Patents, 18 n.;
Kemper’s case, stowing ice, Curtis Pat. 500.

(p) Webb v. Hughes, see Mechanics’ Magazine, vol. xivi. 383.
t (g) lr_Sﬂeta- the argument of Mr. Leach, Walker v. Congreve, Godson on Pa-
ents, 56.

(r) McNamara v. Hulse, 1 Car. & Mar. 471; per Bayley, J., Brunton v. Hawkes,
4B. & A, 553.
. (#) Neilson v. Tho Househill Company, L. J. C. Hope, Webst. P. C. 683.



24 NORMAN'S LAW OF PATENTS."

Neilson’s invention of the hot blast for forges and smelting-furnaces,
consisted in heating the air to a red heat, or nearly so, between the blow-
ing apparatus and the furnace in a close vessel, by the application of
heat outside the vessel, so as to prevent any loss of oxygen. It was
said, if a specific shape of heating-vessel was claimed, then the patent
might be good, but if every shape was claimed, then it was a claim of a
principle ; and that there was no difference between claiming a principle
to be carried into effect in any way whatever, and claiming the principle
itself. But the Court thought that the patentee did not merely claim a
principle, but 2 machine embodying a principle.(¢) A principle reduced
into practice can only mean a practico founded on principle, and that
practice is the thing done or made; in .other words, the manufacture
which is invented. Watt’s patent recited that he had invented a method
of lessening the consumption of steam and fuel in fire-engines. By hig
specification he described the principles of the method, and the method
by which these principles were to be carried into effect. The method
was founded on the principle of kecping the steam-vessel the whole time
the engine was at work as hot as the steam that entered it: this was
done by a case of wood, or some other material that transmits heat
slowly, and by surrounding it with steam or other heated bodies. Se-
coundly, he pointed out a mode of condensing the steam apart from the
cylinders, in condensers which were to be kept cold. Thirdly, the va-
pour not condensed by the cold of the condenser was to be drawn out.
121 *It was objected, that the patent was for principles; but the jury

having found that the directions given were sufficient to enable
workmen to carry the invention into practice, the Court of King’s Bench
determined that the patent was not for principles only, as the specification
showed the manufacture by which those principles were to take effect.(u)
The Court of Common Pleas had previously been equally divided in
opinion as to the valididy of the patent.(x)

The invention of the application of a self-adjusting leverage to the
back and seat of a chair, whereby the weight on the seat acts as a coun-
terbalance to the pressure against the back of the chair, by means de-
scribed, 13 not a claim to the principle of the lever, but an application of
the principle to a certain purpose by certain means, for which a patent
may be had.(y)

It would seem that the proper mode of raising the question whether a
patent is void for being for a principle, is to plead that the patent is not
for a manufacture within the meaning of the statute.(2)

t) Neilson v. Harford, Webst. P. C, 342 ; S, C. 8 M. & W. 806,

u) I}grnblower v. Boulton, 8 T. R. 95; see the judgments of Grose and Law-
rence, JJ.

z) Boulton and Watt v. Bull, 2 . Black. 496.

y) Minter v. Wells, 1 C. M. & R. 505; Webst. P. C. 134, S. C.

z) See a form of plea. Nickels v. Ross, 8 C. B. 686 ; see Spilsbury v. Clough,
2 Q. B. 466; 3. C, Webst, P. C. 255 ; see forms of suggestion in sci. fa. Reg v, Cut-
ler, 3 Car. & Kir, 2156.
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*CHAPTER IIL - [*18]

THE MANUFACTURE MUST BE NEW, THAT IS, DISTINOT FROM EXIST-
ING AND KNOWN MANUFACITURES,

Tae manufacture must be new, that is, the knowledge and right of
using it not public property. It must differ specificaily, and not merely
in accidental circumstances, from existing and known manufactures.

1, A patent cannot be had for applying an old contrivance to a new
object, as scissors to cut silk. . The questions are, whether the new pur-
pose is perfectly analogous to that to which the old contrivance had been
applied, and whether its capability of adaptation tosuch new purpose, with-
out the necessity of modification, is obvious or not? The application of a
wheel previously invented for carriages running on common roads, to rail-
road carriages, 18 not a good subject-matter of a patent.(a) So the appli-
cation of a nipping lever which was an old mechanical contrivance to a
new purpose, was held not to be the subject of a patent, unless the means
by which it was applied were new and essential(d) A patent was
taken out for improved machinery for spinning flax ; the improvement
in spinning-machinery consisted merely in placing the drawing-rollers
nearer t0 the retaining-rollers than they had before been placed in flax-
spinning ; namely within two inches and a half. It appeared ‘that in
spinning cotton they had been placed at distances varying from seven-
eights of an inch to an inch and a quarter, in flax-spinning from fourteen
to thirty-six inches, and in worsted-spinning from four tofourteen inches.
The patent was held bad, as being *merely for the application of *14.
a piece of machinery already known.(c) [*14 ]

2. A mode of uniting the shank to the flukes of anchors had been in
use for adze anchors and mushroom anchors, which were used in mooring
vessels, A patent was taken out for uniting the parts of ships’ anchors
in the same way. The Court thought that if the union of the parts had
been effected in a manner unknown before, as applied in any degree to
similar purposes, it would have been a good ground for a patent, but not
where the object gained, namely the avoidance of welding, had been
well known and practised before in similar cases.(d)

l

3. The value of the result is more important than the amount of in-,

vention or the skill of the discoverer.(¢) The method of making water-
tabbies wag discovered by mere accident. 'Watt stated that his discovery
of parallel motion was not the result of any experiment, but was con-
ceived by him at ornce as a complete invention, and that he felt the same

%a; Losh v. Hague, Webst. Pat. Ca. 208, L.ord Abinger.
b) Pow v. Taunton, 9 Jurist, 1056, Q. B.; see Reg. v. Cutler, 3Car. & Kir, 230 ;
Cochrane v. Waterman, Crouch, J. Curtis on Patents, 541.

(¢) Kay v. Marshall, 5 Bing. N, C. 492; 1 Beav. 635; 8 Clark & Finn, 245,

) Brunton v. Hawkes, 4 B. & Ald. 541; Saunders v. Aston, 3 B. & Ald. 881 ;

Hotchkiss v. Greenwood, 11 Howard, S. C. R. 266.

(¢) Crane v. Price, Webst. P. C. 411, Tindal, C. J.; Liardet v. Johnson, Bull. N.
P. 16, Lord Mansfield; Carpmacl on Patents, 65.
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sort of surprise and pleasure in contemplating it, that a man might feel
in having brought to bis notice an ingenivus invention of another per-
son. The simplicity of an invention so far from being an objection fo it,
may constitute its great excellence and value. |

- 4. When a material is once known, it may be applied in any manner.,
Thercfore tubes coated with brass being known, and tubes welded by a
mandrel and die being known, a patent for their use as the tubular flues

of a boiler is not good.(./)
The application of bone hafts and lattin plates for the handles of

knives has been held not to be a good subject-matter of a patent.(g)

5. But where tho application invoives a new discovery of a property
the in thing applied, or a new result is attained, a patent may be good ;
thus, though the adaptation of caoutchoue as a fillet for cards was a very
[*15] simple matter, *yet as it was a substance whose properties and

fitness for that purpose bad never been known before, the adap-
tation was held to be a good subject-matter of a patent.(%)

Vaucher had invented a new methed of packing parts of hydraulic
machines and steam-engines, so as to render them fluid-tight, by the use
of soft metal instead of elastic substances. After the date of this patent,
it was discovered that by the use of soft metal in parts of machines sub-
Ject to friction occasioned by pressurc and rapid motion, the friction and
evolution of heat were greatly diminished. A patent was obtained for
the lining with soft metal of those parts of machines subject to pressure
while in rapid motion, and a mode of keeping the soft metal in its place.
It was held that it was a new principle embodied in a new machine. (?)

0. It is sufficient if the application of the old contrivance involve any
new invention. here, at the time of the patent, it is not actually
known amongst scientific men or otherwise whether or not the old con-
trivance is applicable to the new purpose, a patent for the application
may be had. Thus, the use of duplicate apparatus for transmitting sig-
nals by the clectric telegraph, at the intermediate stations was held to be
a good subject of a patent; for though it was highly probable, @ priori,
that a circuit having distant coils and apparatus for giving signals might
‘be applied at the intermediate stations, it was a matter of experiment
whether it could be carried out in practice, and the invention, though a
simple one, wags thercfore considered sufficient to entitle the discoverer to
a patent.(%)

. 7. So if such application is any new combination, or new or improved
mode of operation, chemical or otherwise, a patent may be sustained.

Before the date of a patent, part of the garancine had been obtained
from madder by boiling, and the refuse or spent madder had been thrown
away as useless. It was known that the spent madder contained garan.
cine, but no one had extracted it from the spent madder. The whole of
the garancine lad, however, been obtained from fresh madder by a

/) Reg. v. Cutler, 3 Car. & Kir. 215.

g) Matthey's patent, Noy. 178.

A} Walton v, Potter Coltman, J. 3 M. & G. 438.

{i) Newton v. Vaucher, 6 Exch, Rep. 849.

%) The Electric Telegraph Company v. Brett and Little, 20 L. J. ~. 8. C. P, 123,
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*cortain process.. “A patent having boen granted for extracting - .4
the garancine from spent madder by this process, it was held by [ 16 ]
Pollock; C. B., at Nisi Prius, not to be a new manufacture.(/y But the
Court of Exchequer Chamber held that it was a question for the jury.
Spent madder might be a very different thing from fresh- madder in its
properties, chemical or otherwise, or it might be in effect the same thing,
with this difference only, that part of its colouring matter had  been
already extracted. Again, the properties chemical and otherwise of both,
might or might not have been known to chemists and other scientific per-
gons. Whether fresh madder and spent madder are different things, or
substantially the same things, were matters of fact, and material to affect
the validity or invalidity of the patent.(im)

8. So if any properties or valuable qualities of the substances employed ,

not known before, are developed by the application, or a new or cheaper
manufacture 18 the result.

Crane’s patent was for the application of anthracite as combined with
the hot-air blast in the smelting of iron.

Neilson’s patent was for the hot blast in general terms., It was urged
that Crane had done nothing but apply Neilson’s patent to known arti-
cles by known means, and to effect a known object. Except in 2 small
experimental furnace, iron had never becn smelted by the use of anthra-
cite, and not profitably in that, and the attempt to use it had been aban-
doned. It was not obvious that anthracite could be used beneficially
with the hot blast. It was not obvious that the iron would be better
from the use of the hot blast in conjunction with anthracite. It was
proved that the yield of iron was greater, the quality better, and the ex-
pense of producing it less. Taking the use of the hot-air blast and of
anthracite to be known, the Court thought that a patent for their com-
bination was good ; the result of the combination being the production of
a better article, and a cheaper article, and the combination being new.(n)

9. It is no objection to patents for mechanical or chemieal discoveries, f

that the articles of which they are composed were *known, and %17
were in use before, provided the compound article which is the [*17 ]
object of the invention is new. (o)

10. It is sufficient if the invention is a new combination of materials
previously in use for the same purpose, as of new proportions of the ma-
terials used for charging blast-furnaces.

If the result produced is a new article, a better article, or a cheaper
article to the public than that produced before, it may well become the
subject of a patent.(p)

11. A patent for a new mode of arranging old materials may be good,
it the result is a new article, as a plush surface produced by employing

(1) Steiner v. Heald, 2 Car. & K. 1022,

m) Steiner v. Heald, 6 Exch. 607; S. C. 20 L. J, . 8. Exch. 410.

n) Crane v, Price, Webst, P. C. 377, 409.

0) Boulton and Watt v. Bull, 2 H. Black. 487, per Buller J.

r) Hill v. Thompson, Wehst. P. C. 237; 3 Mer. 626, S. C.; Lukie v. Robson, 2

Jurist, 201; Macintosh v. Everington, Webst. Dig, 121.

!
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ag weft cut stripes of silk folded, and with the cut edges brought
together.(¢q) -

Elastic and non-elastic threads were combined in weaving cloth by
placing them alternately side by side in the warp, while the elastic
threads were in a state of tension, and deprived of their elasticity, which
was subsequently restored by another process. The cloth made was elas-
tic, but such elasticity was limited by the length of the non-elastic
threads. The manufacture was held to be the subject of 2 patent,
though the separate materials had been used before.(r)

But where a button and a flexible shank were both old, the puiting

them together was held not a new manufacture, because the mode of unit-

ing the two was known and obvious, and no result followed from the
combination, exeept what was known and obvious to anybody without
experiment.(s)

12. Where the invention is a mere process, any change in the order of
the process may constitute a pew manufacture. Soap and water were
known in the process of felting as a substitute for the use of acidulated
water. Rollers were also in use. The application of soap and water in
the felting process combined with a set of rollers was held a good subject
for a patent, a sufficient novelty in combination.(¢)

Waterproof fabries pervious to air were made by immersing cloths in
a solution of alum and soap, but the waterproof surface wore off. The
[*18 7] plaintiff’s invention consisted in *immersing the fabric in a solu-

tion of alum with some carbonate of lime, and then in a solution
of soap. The effect is, that by the first immersion every fibre becomes
impregnated with the alum, the sulphuric acid of the alum being
neutralized by the carbonate of lime. By the second immersion, the
oily quality rendering it repellent of water is given to every fibre, so that
each fibre is rendered waterproof.(w)

13. The combination of two known processes may be a good subject-
matter, if the result is new.

The shearing of cloth from list to list was known, and the shearing it

from end to end by means of rotary cutters was also known. A person -

constructed a machine by which eloth was shorn from list to list by
rotary cutters. This was held to be a new invention, entitling the in-
ventor to obtain a patent for it; the two things not having been combined
before, and the combination having been found useful.(x)

14,  If the invention, or that which is substantially the same thing, be
already in use, or known, a patent for it cannot be supported. In a case
before the statute, of a patent for frisadoes, very like baize previously
manufactured, the Court refused to restrain people from making baize
similar to Hastings’s frisadoes.(7)

¢) Templeton v. Macfarlane, 1 H, L. C. 604.
r) Cornish v. Keene, 3 Bing. N. C. 586; Webst. P. C. 516.
8) Saunders v. Aston, 3 B. & Ald. 881,
t) Allen v. Rawson, 1 C. B. 574.
%u} Helliwell v. Dearman, Webst. P, C. 401 n.
182:::9 {;le;vis v. Davis, 3 C. & P. 502; Webst. P. C. 488; see Report on DPatents,
, 111,

(y) Hastings's case, cited Darcy v. Allin, Noy's Rep. 182 ; Humphrey’s Patent, ib,
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Fussell’s patent for dressing woollen cloths by relaxing the fibres by
steam was held bad, Daniell having previously done the same thing by
hot water.(z) Lister’s patent for heating wool in spinning by steam
within hollow rollers was held bad, Hadden having previously done the
same thing by iron heaters.(a)

15. In determining whether two modes of working are substantially .

distinct, th® principles and effects of their operation must be looked to.
The substitution of a tube for a ring or circle of metal for the purpose of
compressing and keeping compressed the yarns in the strands of ropes,
during the *process of manufacturing rope, is a distinet substan- 19
tive invention, because it keeps the strands in a degree of con-

finement for a greater time, and obtains the end of keeping each yarn in |

its situation with more certainty.()

A method of manufacturing iron tubes for gas-pipes and other similar
purposes, consisted in drawing them through fixed dies, omitting the use
of a mandrel, previously employed. This was held a good subject-mat-
ter of a patent, the regult being that the tubes could be manufactured of
much greater length and of better quality.(c)

The prineiple of the above invention was the welding iron pipes by
circumferential pressure, and without a mandrel or any internal support,
by drawing a narrow sheet of iron, bent into a cylindrical form, and
heated to a welding heat, through a fixed die, in which the edges of the
cylindrical tube were pinched or pressed together and welded. This was
held to be a good subject for a patent, though such pipes had previously
been welded by placing them in a semicylindrical recess in an anvil, and
beating them together by a succession of blows, by means of a tilt-ham-
mer, having a similar recess. The Court thought that the principle of
the two inventions was not the same, for the tilt-hammer did not operate
by continuous equal circumferential pressure, as fixed dies did, but by
the repetition of violent contact of short duration.(d)

16. The simplification of cxisting machinery may be a good subject-
matter for-a patent. Dinter’s patent was for a self-adjusting leverage
applied to the back of a chair. The Court said, if the principle might
have been deduced from the machinery of an old chair, but it was so
complicated and connected with other machinery that nobody did make
that discovery, or ever find out that he could have a chair with a self-
adjusting leverage, the discovery by the plaintiff, that, throwing aside
everything but the self-adjusting leverage itself, a beneficial effect will be
produced, 18 a new invention.(e) -

17. An addition to or improvement of an existing machine *is ¥9()
a good subject of a patent.() In Morris v. Branson, the patent L *20]

{z) Rex v. Fussell, Godson on Patents, 275; S. C. Rep. 1829, 211.
@) Rex v. Lister, Rep. 1829, 211; see Rex v. Hadden, ib.; Barton v. Hall, ih.;
Rex v. Lodge, ib, 208.

b) Huddart v. Grimshaw, Webst. P. C. 85, 95.

¢) Russell v. Cowley, 1 C. M. & R. 871; Webst. P. C. 468.

d) 14 M. & W. 579, Russell v. Ledsam.

¢) Minter v. Mower, Webst. P. C. 140.

R (ég ) Boulton and Watt v. Bull, 2 H. Black. 463 ; Hornblower v. Boulton, 8 T.

)



30 NORMAN’S LAW OF PATENTS.

was for making oilet-holes or net-work- in silk, cotton, thread, or worsted ;
and it was held good.(9) A patent may be good for an improvement on
an invention protected by existing letters patent. The new patent, after
the expiration of the old one, will be free from every objection; and
while the old one exists, can be legally used by persons having liccnses
from the prior patentee.(#) In Arkwright’s case it was said, many parts
of a machine may have been known before, yet, if there be anything
material and new which is an improvement in the trade, it will be suffi-
cient to sustain a patent; whether it must be for the new addition only,
or for the whole machine, is another question.(z)

18. The patent for an 1mprovement will be bad if it does not distin-:

guish the new part from the old, or lays claim to that which has been
invented before.(%) Thus, Jessop’s patent for a watch, because the claim
extended to the whole watch, and the invention was of a particular
movement only. (?

19. The specification must distinctly show that the patent is for the
improvement only. 'The public have a right to purchase the improve-
ment only, without being cumbered with other things.(m) A patent for
a new manufacture of lace was generally, for a new invention of mixing
silk and cotton thread upon the frame. It was shown that silk and cot-
ton had been used together prior to the patent. The patentee offered to
prove that the former method was imperfect, and that he alone had suc-
ceeded in combining strength with fineness: the patent was held bad, as
claiming the exclusive liberty of combining silk and cotton thread.(n) A
[ #*21 ] patent for ¢«an improved method of making sail-cloth without

*any starch whatever,” as explained by the specification, claimed
the exclusion of starch. The invention, if any, consisted in a new
mode of weaving the cloth: the patent was held void, as claiming what
was old. (o)

20. It was formerly said that a patent cannot be had for an entire
machine, where that which is newly invented is only a part of it; if the
substance was in use before, and a new addition is made thereto, though
that addition make the former more profitable, yet it is not a new manu-
facture in law.(p) In Bircot’s case, an improvement in the mode of
preparing and smelting lead was compared to putting a new button on an
old coat. At the present day, if the novelty or addition consists in
something not material to the useful effect, a patent cannot be had.(q)
In Arkwright’s case, the question was, did the stripe on the filleted cylin-
der make a material alteration? for it appeared to do without stripes as

(9) Morris v. Branson, cited 2 H. Black. 488.

(&) Harmar v. Playne, 11 East, 101; Crane v, Price, Webst, P. C. 412; Ex
parte Fox, 1 Vesey & B. 67.

(7) Rex v. Arkwright, Webst. P. C. 71, Buller, J.

%) Minter v. Mower, 6 A. & E. 735; S. C. Webst, P, C. 142,

!) Jessop’s case, 2 H. Black. 476, 489.

m) Hill v. Thompson, 8 Taunt. 398; Webst. P. C. 247; per Buller, J.; 2 L,
Black. 489. ’ ) (n) Rex v. Elge, 11 East, 109 n.

50) Campion v. Benyon, 3 Brod. & Bing. 6.

») 3Inst. 184, citing Bircot's case, in the Exch. Chamb. Easter, 15 Eliz,

(g) Dobbs v, Penn, 3 Exch. 427, 434; Rex v. Arkwright, Webst, P. C. 72,
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well as with them. If 8o, even if the stripes were not used before, that
was not such an alteration as would support & patent.
21, But o very large class of inventions in modern times consist of

some new modification of existing machinery. If the machine is a per- .

fectly new combination of parts from the beginning, though all the parts
may have been used before, a patent for the entire machine will be
good.(#) In considering whether the invention is new, the proper mode
is to take the specification altogether, and sce whether the matter claimed
as o whole 1s new.

In the case of an invention of the lining of boxes for the axles of
railway-cars and locomotive engines, with an alloy of tin, having certain
provisions, partly mechanical, as by fillets, and partly chemical, as by
tinning the inside of the boxes, for kecping the lining in its place, the
jury must take the whole of that for which the patent was granted, the
form of the interior of the axle-boxes, the coating with tin, and the soft
metal lining, and say whether the *invention is new.(s) The ¥99
question of novelty depends on whether the whole taken together L2 ]
is new, though 1t may in part consist of old parts, provided the patentee
does not claim the old parts, but only the combination of them and the
new.

22. If the machinery by which the principle is carried out is different,
there may be several patents for distinct modes of carrying out the same
principle. . An Invention of improvements in making sugar, consisted in
forcing hot or cold air, by meaus of bellows or other blowing apparatus,
through a large pipe at the upper part of the vessel, communicating with
a series of tubes descending through the liquid to be evaporated, equally
distributed through the vessel, and having their mouths exactly on a
level and parallel with the surface of the liquid. By this means, air, in
a highly divided state, was forced in small streams equally through every
part of the liquid, This was held a good subject of a patent as an im-
proved apparatus, though such liquids had, under a former patent, been
evaporated by means of air forced through a coil of pipes, or a shallow
cullander placed at the bottom of the vessel. Probably the apparatus
could not have been used without a license from the prior patentee.(?)

:

23. A patent may be had for 2 mode of manufacturing an article,
which is known in this country as an imported article, if the mode of ?

manufacture 18 not known here; but, in that case, the specification must
claim the mode of manufacturing, and not the manufactured article.(w)

r) Bovill v. Moore, 2 Marsh. 211, Gibbs, C. J.

§) Newton v. Grand Junction Railway Company, 5 Exch. 331, Jan. 20, 1846.

t) Hullett v. Hague, 2 B. & Ad. 370.

u) See the Smalt and Glass Patents, Webst. Pat. Ca. 8, 27 n.; Hancock v. Som-
ervell, Newton’s London Journal, vol. 39, p. 158.
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(%237 *OHAPTER IV.
THE UTILITY OF TIIE INVENTION.

1. We havo seen that utility 1s a condition of a right to a patent foran
invention at Common Law.(a) If the invention is useless, the patent is
t void, as obtained upon a false suggestion, which is either express, as where
the patent is granted for the improvements.which turn out not to be so ;(%)
or implied, as where no recital that the invention is an improvement ap. .
pears on the face of the patent; but the grant is void, because it cannot .
enure according to the intent of the Crown, and the Crown is decided in
the law.(¢)
2. If the invention 1s uscless, not only i1s there noconsideration for the ;
| restraint of trade, but the monopoly is mischievous, inasmuch as it pre. :
vents other people from adding to the invention, so as to make 1t useful. |
8. If a manputs several inventions into one patent, one of which is not |
useful, heloses the benefit of his patent(d) till the Attorney-General allows
him to disclaim that part, and gives him the protection of the patent for
the rest. Itis essential that a process should in allits parts be successful ;
the patentee undertakes to guarantee to the community the use of all that
he claims as his invention.
The invention must be useful for all the purposes suggested in thespecifi
i cation. If a patent is taken out for an improvement in the manufacture
[ *24] of elastic cloth for bandages, and *such articles of dress as the
~~J same may be applicable to, it is not enough to show that it is an
improvement in surgical bazdages.(e)
4. It 1s not necessary that the utility should be great, it is sufficient if !
- the invention {3 an improvement at all. If itis of a different construe- E
tion from former articles of the same kind, and of any use, that is suffi- ;
cient. If a new deseription of steam-engiac could be used where other E
|

i

engines would not answer, that would he sufficient ; it need not be likely
to come into general use.( /) It will not avoid the patent because some ;
; eases may occur in which the invention may not be useful, if it is found ;
to be useful on the whole.(y) It is a question for the jury, whether the |
( improvement is something trifling and insignificant, or whether it was !
worth a patent.(2) In the case of Watt's patent, it was said, that in order }
to make the patent good, the method must be capable of lessening the
consumption of steam to such a degree as to make the invention useful. ?
y A patent for an invention which enacts its purpose of utility will not be &

(@) Sce 3 Inst. 184 ; Edgeberry v. Stephens; 2 Salk. 447 ; ante, p. 2 ; Rex v. Ark-
wright, Webst. P. C. 72; S, C. Dav. Pat. Ca. 129, Buller, J.

(6) Morgan v. Seaward, Webst. P. C. 19%; 2 M. & W. 5644 ; Manton v. Parker, i
Dav. Pat. Ca. 327.

¢) Sce case of Alton Woods, 1 Co. Rep. b2.

gd) Morgan v."Seward, Wcbst, Pat. Ca. 188; 2 M. & W. 562.

(¢) Cornish v. Keene, N. P. Tindal, C. J. Webst. P. C. 506.
J) Alderson B. Morgan v. Seaward, at Nisi Prius, Webst. P. C. 186.
g) Haworth v, Hardcastle, 1 Bing. N. C. 182 ; 8. C. Webst. Pat. Ca. 480. .'
k) Losh v. Hague, Webst. P, C, 205 ; Boulton and Watt v. Bull, 2 H. Black, 498. &
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void beoause, from the want of improvements aftorwards made, it has o
tondency to destroy the apparatus by which it is applied.(z)

5. The questions of utility were thus stated by Lord Brougham in
argument. An invention may fail in two ways: & man may describe o
machine, and say it does so much ; if, when it comes into actual practice,
it fails to produce that result, there is an end of the patent. It may fail
in another way. It may produce a movement ; but a movement, like gold
may be bought too dear. It may be of no advantage whatever when it
comes to be used., It may be such, that though possibly the effect may
be produced which the inventor pretends to produce by 1it, yet it may be
produced at such cost, with such loss of time and interruption of business,
and other inconveniences, not taken into account when he originally stated
it to be & new and valuable invention, that *these are not suffi- ., 25
ciently counterbalanced by the actual good resulting fromit; and [* 20]
if, upon the trial, it is found that the old way is better, with all its disad-
vantages, then the patent fails, because the invention 1s not useful.(%)

6. A patent for an entire complicated machine, which is useful, will
not be avoided by proof that one of the parts of it has been discovered to
be uscless, and may be dispcnsed with without impairing the useful
effect.(/)

7. Persons in the habis of using the thing patented may be called to
prove its value and utility.(m) The extensive sale of an invention is
good evidence of its utility, but not cheapness alone ; an article may be
too cheap to be good.(n) It may be proved by the evidence of scientific
men, that any part of an invention which has not been actually tried

- would answer its purpose.(o)

*CHAPTER V. [*26]
PRIOR USER.

1. THE use of a process in the ordinary course of trade by any other
person, though such use is kept o secret from all but his partners and
confidential servants, will vitiate a patent for such process.(a) The
words, « public use and exercise,” in the condition of a patent, are used
in opposition to private and secret use. Public use is use in a public
manner, not necessarily general use.(0) Where an improved lock, for
which the plaintiff had a patent, had previously been used by an indivi-

(!) The Househill Company v. Neilson, Webst. Pat. Ca. 696.

(k) Per Brougham, arg. Crossley v. Beverley, Nisi Prius, Webst. Pat. Ca. 109.
!) Lewis v. Marling, 10 B. & C. 22; Morgan v. Seaward, 2 M. & W. 562,

m) Webster v. Uther, Godson on Patents, 232.

n} Cornish v. Keene, Webst. Pat. Ca. 506, Tindal, C. J. N. P.

o) Neilson v. Hartford, Webst. Pat Ca. 316, N. P.

ag Tennant's case, Webst. Pat. Ca. 125; Dav. Pat. Ca. 429.

(b) Carpenter v. Smith, N. P, Lord Abinger, Webst., P. C. 635; Tenant's case,
Davies Pat. Ca. 429.

JANUARY, 1853.—3
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dual on a gate adjoining a public road for several years, and several dozen
of a similar kind had been made in Birmingham from a pattern received
from America, o patent for the invention was held void.(c)
2, If a machine has been publicly made and sold to any one individual,
' no patent can be had, though the invention was no further used, not being |
peculiarly adapted to any use at the time of such first sale.(d) The ques. |
tion is, whether the invention cver existed at all before.(¢) Assuming it
; to have been a perfect invention, the abandonment of it becomes wholly
immaterial. (/)
In Neilson against the Househill Company, it was ruled by the Lord
¥ 97 Justice-Clerk Hope, that if the machinery had *been made, and
[*27] had been put on trial, unless those trials had gone on, and the !
machines had been used up to the time of the granting of the letters patent |
it would not be cvidence of prior use, so as to invalidate the letters patent. ﬁ
But that decision wags reversed in the House of Lords, where it was deci. }

ikl

L ny iyt

ded, that if it is proved that a machine of the same kind as the invention
patented was previously in existence and in public use, it is not necessary
that the use should come down to the time when the patent was
granted.(g)

3. The originality of an invention is not destroyed by proof, that in
the history of the arts and trades of this country, some persons may
apparcntly have had some glimpse of the same conception in occasionalE
and insulated experiments, which were not prosecuted or made known, !
and from which, so far as the rest of the world were concerned, no result §
or change followed in former practice.(k) It often becomes a question of
great difficulty and importance, where an invention apparcntly similar !
has been in use before, and has been disused, whether the old invention §
13 identical with that subsequently patented;(fi} or whether the old inven. {
tion was merely an unsuccessful experiment. It must never be forgotten i
how slight are the differences between success and failure, and how easily
people may persuade themselves into the belief of having done the very §
same thing, though failing to attain the same degree of success.(%) Lord %

Justice-Clerk Hope says, if the process is of great, manifest, and imme- ¢

diate utility, the abandonment is of the utmost importance, in considering g

the question of novelty. Could such an invention have been previously &

in public use without abundant proof?(l) Lord Brougham- said, the

. abandonment of such an invention is & very strong presumption, almost §

decisive, to show that it was not a real invention.(m) Even if the former :

i
4
|

Ec Carpenter v. Smith, 9 M. & W.300; S. C. Webs.. P. C, 540.
} Losh v. Hague, N, P, Webst. P. C. 203.

e) Minter v. Wells and Hart, N. P. Alderson, B. Webst. P, C. 127.

S) The Houschill Company v. Neilson, in House of Lords, Webst. P. C. 716.
g) The Househill Company v. Neilson, Webst. P. C. 709.

h) The Househill Company v. Neilson, Webst. P, C. 690.

t) See Bickford v. Skewes, Webst. P. C. 214.

k) Webst. P. C. 245, note c.

69([;!) Lord Justice-Clerk Hope, The Househill Company v. Neilson, 1 Webst. P. C. |

_ (m% Per Lerd Brougham, The Househill Company v. Neilson, Webst, P. C. 713;
ib. 673, 692,
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invention did in fact embody the principle of the subscguent 87
patent, if the *use was limited and abandoned, the question is, [
whether it was not rather an experiment than a public use.(n)

4. A mere experiment which is not brought to completion, but ends
in uncertain experiments, not producing any definite practical results, is
not such an invention as will prevent another person who is more suc-
cessful or industrious from perfecting the discovery if he is able to do so.
Mr. Field had made a drawing and model of a paddle-wheel, with divided
floats arranged in a cycloidal curve, and exhibited it at the Admiralty,
snd- to any person who wished to see it at the manufactory. He after-
wards applied 1t in a vessel, the Iindeavour, and used the wheel for some
weeks. He then restored the former wheel, because, as he said, the
boiler did not make steam fast enough for it. He entered a caveat at the
Patent Office. He went on making many experiments for two years. He
said he had examined the specification and models, and that Galloway’s
invention was the same in principle as his own. He said the wheel was
a very valuable wheel, and a valid patent for it would be very valuable
to the patentees, Chief Justice Tindal said, the question for the jury
was, whether, under the circumstances, Mr. Field was to be depended on
as to the exact identity of the discovery. The experiments had tended
almost, if not entirely, to the same result. If they had rested in experi-
ment only, and had not attained the object for which the patent was
taken out, mere experiments, supposed by the parties to be fruitless, and
abandoned, hbecause they had not attained a complete result, would not
affect the patent of one who carried the invention to perfection.(o)

In Jones v. Pearce, wheels similar in principle to, but differing in
detail from that patented, had been put into a cart by Mr. Strutt, and
used for carrying heavy loads of stones. The spokes occasionally got
bent, and the nave becoming broken, the cart was laid by. A milk-cart
upon the same principle had also been used. The rods were frequently
straightened, and the wheel was worked till the iron tire was wore thin
at the edges. Patteson,dJ. said, that on the whole of the evidence ¥99
it appeared that the wheol constructed according *to Mr. Strutt’s [*29]
order was an experiment, and that he found it did not answer and ceased
to use it, and abandoned it as useless, and that the plaintiff’s wheel,
remedying the defects of Mr. Strutt’s wheel, was his own invention; the
plaintiff’s patent was good.(z)

Lord Campbell, in the House of Lords, in Neilson’s case, said the
effect of Mr. Justice Patteson’s direction in Jones v. Pearce, and of that
of Lord Chief Justice Tindal in Cornish v. Keene, amounts to this, that
the abandonment of a machine may be material for the assistance of a
jury in considering whether it was a perfect invention or not. But as-

n; Walton v, Bateman, Webst. P. C. 619, Cresswell J.
. 70 Galloway v. Bleadon, Webst. P. C. 521, 527; Gibson v. Brand, Webst. P. C.
21.

(») Jones v. Pearce, Webst. P. C. 122, Patteson, J. at Nisi Prius. The Court
afterwards granted a rule nisi for a new trial, but the case was eventually com-
promised. It would probably not be followed since the decision of The Househill
Company v. Neilson, Webst. Pat. Ca. 709.
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suming it to be & perfect invention, the abandonment becomes wholly
immaterial.(q) | |
5. If the patentee has been the first person to introduce the invention
into public use, that is primd facie evidence that he was the first in-
ventor.(r) Evidence is gencrally given by persons in the trade, tha
they never heard of the invention before the patented articles were
brought into the market, and that is enough for a primi facie case; but
the general ignorance of witnesses of the improvements is no contradic.
tion, and can avail nothing against evidence of previous knowledge and
use by others. Fifty witnesses proving they had never seen the inven.
tion will be of no avail if one is called who has seen and practised it.(s)
6. To vitiate a patent on the ground of prior use, the practice of the
invention must not have been secret or confined to the breast of the party
making the discovery. In order to set aside the patent, the use must
~ have been notorious.(f) There is no case In which a patentee bas been
%30 deprived of the benefit of his invention, because another has
[*30] *invented it, if he has not also brought it into use.(x) In Dol-
lond’s case, Dr. Hall made the same discovery before him, but Dr. Hall

had confined it to his closet, and the public were not acquainted with
it.(x) There may be several discoverers, many rivals running on the |

same road, and making an invention sinaltan:ously: the first who comes
to the Crown and takes out a patent has a right to clothe himself with
the authority and enjoy the benefits of it.

7. But the mer: existence of a machine in any place accessible to the
. public has been held to be sufficient to avoid the patent. Thus, where
a man invented a lock and put it on his own gate, and used it for a dozen
years, that was held a public use of it. Perhaps the true question is,
whether the use in public is such that the public know, or might have
the means of knowing, the construction of the machine. If from an
inspection of the machine its construction can be learnt at once, or if, as

ig supposed in the principal case, the inventor did not make the lock so *

used with his own hands, but employed strangers to make and repair it, F

the invention may be published by such use.(¥)

In a recent case, the patentee had seen a piece of vuleanized India rub- }

ber imported from abroad. In determining whether he was the inventor, |:
II.,l?'l-.

dently the mode of manufacture, in consequence of the idea suggested to

the question was, could he have known or learnt, from a mere inspection
of the article, the secret of its manufacture, or did he invent indepen-

him by the sight of the article?(z) It seems to be a question for the

(¢) Per Lord Campbell, The Houschill Company v. Neilson, Webst. P. C. 713:
Cornish v. Keene, Webst. P. C. 508,

() Minter v. Wells, Webst. P. C. 131, Alderson, B.; Lilliott v. Aston, Webst, P.
0. 222, Coltman, J. N. P.

(¢8) Rexv. Arkwright, Webst. P.C. 72; per Buller, J.; Hill v. Thompson, 8 Taunt.
382; S, . Webst. P. C. 245; Manton v. Manton, Davies Pat. Ca. 360; Galloway
v. Bleadon, Webst. P. C. 526,

(t) See Cornish y. Keene, Webst. P. C. 512, Tindal, C. J.; The Househill Com-
pany v. Neilson, Webst, P. C., 709, Lord Lyndhurst.

#) Lewis v. Marling, 10 B. & C. 22; S. C. Webst. P, C. 493, Parke, B.

z) Dollond’s case, cited by Buller, J. 2 H. Bl. 470, 487; Webst. P. C. 43.

y) Webst, P. C. 530, 535, 639, Lord Abinger, Carpenter v. Smith.

z) Hancock v.Somervill, Newton’s London Journal, vol. 39, p. 1568.
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jury, whether, from the facts proved, they will infer that the invention
was known.(a) :

8. It is said to be enough if the machine is new in use, though the
principle was known. 'The mere existence of a model of the machine
may not avoid a patent. A model and specification of 2 machire similar
to that for which the patent was granted had been brought over from
America and shown to several persons, but no machine had been manu-
factured *and brought into use (see however, Mr. Godson’s note 31
of this case). The patent was held not to be zwoided.(b) This L |
case has been sald to go to the extreme point of the law.(¢) In Crane’s
case, the use of anthracite coal in smelting iron was proved to have been
carried on In a small model experimental furnace for a considerable
period, with some degree of success, though not profitably, and only
inferior iron was produced; but it had failed when applied in a large
ordinary furnace. It had been the great object before the date of the
patent to smelt iron by means of such coal, The Court held that there
was evidence that it had never been done before.(d) Both theso cases
have been doubted.(¢) They may, perhaps, be rested on the ground, that
hefore the plaintiff’s patents there was no perfected knowledge of the
thing discovered.(f)

9. It is @ most 1mportant question what communication of an inven-
tion by an inventor to others is to be deemed a publication of the inven-
tion. 1If, before the grant of the patent, the patentec has carried his
invention into practice, and made articles according to it in the way
of commerce for gain to himself, and has been in the practice of selling
them publicly to any one who would buy of him, the patent will be
void. A single instance of such a sale might be deemed a public use of
the lnvention, so as to defeat the patent.(g)

10. The usc of the invention by the patentee for the purpose of ex-
periment, and of satisfying himself of the practicability of his concep-
tion, will not ayvoid a patent. In Bramah v. Hardeastle, it appeared in
ovidence that the plaintiff had made two or three improved water-closets
before he obtained his patent; but Beareroft, the defendant’s counsel,
admitted that this circumstance would not invalidate the patent, unless
the invention had likewise been used by others.(k) A *machine %30
does not cease to be the subject-matter of a patent, because it has [*32]
heen completed as a working machine for a long time, if it had been
kept shut up, and has not been used by the patentee except for the pur-
pose of experiments.(?)

b) Lewis v. Marling, 10 B. & C. 22.
¢) Carpenter v. Smith, 9 M. & W. 303, Alderson, B.
) Crano v. Price, Webst. P. C. 389, 411.
¢} See Godson on Patents, 432; Morgan v. Seaward, 2 M. & W. 553; 3 Exch.
433, Sir F. Pollock, C. B. and Parke, B.
(/) Sce per Lord Abinger, 9 M. & W. 304
(9) Wood v. Zimmer, Holt, N. P. C. 58; Morgan v. Seaward, 2 M. & W. 544,
559; Carpenter v. Smith, N. P. Webst, P. C. 526, Lord Abinger.
(#) Webst. Pat. Ca. 194 n.; Bramah v. Hacdcastle, Holroyd on Patents, 82 n.
() Bentley v. Fleming, 1 Car. & K. 589.

{j See per Maule, J. 8 C. B. 719,
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- 11, If the inventor. incautiously communicates his invention, without
any conditions of secrecy, to a stranger, who, without intending any
- fraud, either himself causes artieles to be -made wpon the principle, or
suggests the idea to another, who does 8o, the patent will be lost.(X) -

12. The private communication of the invention by the inventor to
any persons under such circumstances that the publication of the inven.
tion by such persons would .be a breaeh of trust, will not make an inven.
tion public property, so as to prevent an inventor obtaining a patent. If
s men employs an agent to see 1f he can get an article manufactured by
a' particular model, and chooses to take out a patent for it, he is not to
be considered as not entitled to the invention because he has employed a
workman to assist him in it.(/) .- If, after the machine is completed, the
inventor lends it to a person to have its qualities tested, and that other
uses it for some weeks in his workroom in a mill, where people frequently
come 1n and out, this seems- not to be giving the invention sach a pub.
licity as to deprive the inventor of his right to take ount a patent for
it.(m) A disclosure to a person, with whom the patentee is in treaty for
a partnership in a sale of the patent, is not a publication.(»)

13. Nor will it be a publication of the patent, if a person with whom
the patentee is in treaty for a sale of, or partnership in the patent in
conjunction with the patentee, employs an engineer to manufacture s
machine according to the patent, and pays him for his work and mate-
rials, the engineer being employed confidentially, and the manufaeture
839 carried on *nnder the injunction of seerecy, for the purpose of
[*33] testing the invention.

A few months before the date of a patent for an improvement in pad-
dle-wheels, two pair of the wheels were mwade for Morgan, who at that
time was in treaty with the patentee for a sale or partnership in the patent,
by an engineer at his manufactory, under the divections of the patentee,
and under an injunction of secrecy. The engineer was paid for his work |
and the materials by Morgan. When finished, the wheels were com-i
pleted, and put together at the factory, but not shown to any one who
might come there. They were then taken to picces, packed up, and
shipped for a foreign port, where, after the date of the patent, aceording
to Morgan’s directions, they were put together and used in steamboats
belonging to a company of which Morgan was manager and a principal
shareholder, and on behalf of whom he paid the engineer for the machines. |
It did not appear that either Morgan or the patentee, derived any profit |
from the sale of the wheels. It was held, that the jury would have been F
justified in inferring that there bad becen no use or publication of the ;
invention. There had been no public use or exhibition of the machine,

(%) Earl of Yarmouth v. Darrell, 3 Mod. 77; Rep. 1829, 82, citing an opinion of §
Lord Eldon when Attorney-General; see also Godson on Patents, 41, referring, §
apparently, to the same case. p

(!) Carpenter v..Smith, per Lord Abinger, Webst, P. C. 5636, N. P.; Morgan v. §
Seaward, 2 M. & W. 658 ; see also Prince Albert v. Strange, 1 MacNaghten & Gor- §
don, 25, 43; 1 Hall & Twells, S. (. 3

%m) Bentley v. Fleming, 1 C. & K. 587.

n) Morgan v. Seaward, 2 M. & W. 558.
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. or of the mode of its construction, in England, and no evidence that
 the patentee had exercised the invention for gain.(o)

14. Tt is unsettled how far the fraudulent publication of an invention l
by persons who have been employed by the inventor, would affect a patent.
Where a person has a seeret in trade, and employs others under contract,
express or implied, those persons cannot gain the knowledge of that
secret and then seb 1t up against their employer.

The use of the secret of an unpatented invention, communicated in
breach of confidence, will be restrained by injunction.(p) The case of

"an attempt to obfain a patent under such circumstances, is expressly pro-
vided for by stat. 15 & 16 Viet. cap. 83, s. 10, which enacts, that in
case of any application for letters patent, and the obtaining upon such
application of provisional protection, or protection in *fraud of _,q 4]
the true inventor, any letters patent granted to the true inventor A
shall not be invalidated by such application or such protection, or by any
use or publication of the invention subsequent to such protection.

15. The Act says nothing as to fraudulent publication in any other
manner. Probably, the object of the framers of the Act was to induce
an inventor to bring forward his invention at the earliest possible period.
In one case, an attempt to appropriate an invention by a workman failed.
He registered 1t under the Useful Designs Act.(9) In another, the in-
vention had partly got into use before the date of the patent, by 2 piece
of stuff surreptitiously obtained from the plaintifi’s works. In this case
the patent was held void.(») Anything like neglect or delay under such
oircumstances, might show an abandonment of his invention by the
patentee to the public.(s) DBut if the question ever does arise here of
the right of a patentee, guilty of no default, robbed of his invention,
one cannot but hope that the law here will be construed to be the same
as 1t 18 in the United States. DMr. Justice Story says, « It is clear by
our law, whatever may be the law of Epgland, that the public use or
sale of an invention, in order to deprive the inventor of his right to a
patent, must be a public use or sale by others wtth his knowledge or con-
sent. If the use of sale is without such knowledge or consent, that is
not such a use as will deprive the inventor of his title.”’(¢) So in Pear-
son v. The Fagle Serew Company, he says, «It has been the uniform
doctrine of the courts of the United States, that no fraudulent or wrongful
use of an invention, or public use without the consent or knowledge or
sanction of the inventor, would deprive him of his right to a patent.” (u)

The law of France seems similar : —¢« L’exécution *fraudulese ¥35
quaurait faut un ouvrier de 'invention découverte par son mailtre, [*39]

?J) Morgan v. Seaward, 2 M. & W. 544 ; S. C. Webst. Pat. Ca. 187.
p) Morison v. Moat, 15 Jur. 787; 9 Hare, 241; on appeal, 16 Jur. 321; see
Smith v. Dickenson, 3 Bos. & Pull. 630.

(¢) Wigram v. Brown, before Pollock, C. B. at Nisi Prius, cited Turner on
Patents, 22,

7) Templeton v. Macfarlane, 1 II. L. C. 595.

8} Brownv. Kidstone and Waters, 1 S. M. & P. 769, Court of Sessions, Scotland.

t) Ryan v. Goodwin, 3 Sumner’s Rep. 514, 518, cited Curtis on Patents, 46.

4} Pearson v. The Eagle Screw Company, 3 Story’s Rep. 402; Curtis on
Patents, 151.
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antérieurement 4 la prise du brévet, ne peut étre invoquée pour repousser
le délit de contrefagon imputé, aprés la prise du brévet, par le maitre &
Youvrier.”—Journal du Palais, Paris, July 5, 1845.(z)
t 16. The public use of an invention in any part of the United King.
dom, or the colonies, will be fatal. .. In Roebuck and Garbett’s case;
a Scotch patent provided that letters patent should be void, if it were
found that the subject-matter of them was not new as to use and exer.
cise in Scotland ; the House of Lords, affirming the judgments of the
Lords of Session and the Lord Ordinary, determined, that the appellants
were entitled to prove that the invention had been used in England be.
fore the date of the patent.(y) :
If an invention is found not to be new in the colonies, a patent for it |
here would be void, for they are part of the realm. The enrolment of the
specification or any publication of the invention in one part of the realm, |
before the patent is sealed for another, seems to have the same effeet.(z) |
17. The recent statute has effected 2 most important alteration in the %
law with respect to the time during which the use of an invention would I

vitiate & patent. Until the passing of that Act, the patentec was never
secure until his patent was scaled; nor even then absolutely. Now he
is safe as soon as he has obtained provisional protection.(a) Inventora
laboured under great difficulties in being compelled to use the utmOat
secrecy in any experiments they might think it desirable to make before l
the sealing of the patent. The time limited for specifying was often
found insufficient to enable the patentee to make proper trials of his in.
vention before enrolling his specification, espeeially where the patent was
for complicated machinery new in principle. Now, however, should a
- *workman or other person steal the idea of the inventor, and ;
[*36] apply fi t
pply for a patent in his own name, the right of the true inventor §
to his patent will not be affected, if he applies for it before the expiration £
of the term of the provisional or other protection. And the advertise- |
ment of the protection granted, dirceted by the Commissioners of Patents,

will give the true inventor notice that his patent is in danger. The ques-
tion of prior use is for the jury.

b= o - g ]

[*37] *CHAPTER VI
IMPORTED INVENTIONS.,

1. BEFORE the coming into operation of the recent statute, persons
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(z) Codes AnnotCs tome ii. table générale 11. Teulet. D'Auvilliers et Sulpicy, £
Paris, 1850.

(y) Roebick and Garbett appellants, Stirling, respondent, Webst. P, C. 45, 451
n.; Brown v. Annandale, Webst Pat. Ca. 433.

ng) Robinson’s patent, 5 Moo. P. C. 65 ; Semuda’s patent, Hindwarch on Patents,
J A

(@) See stat. 16 & 16 Vict. cap. 83, sz, 8, 9.
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who had learned the invention abroad, and imported 1t into this country,
where it was not used or known previously, were able to obtain patents,
as the first and true inventors within the meaning of the statute: it was
enough if the invention was new within the kingdom.(a) In The Cloth-
workers of Ipswich case, in 12 Jac. 1, it was resolved, that if a man hath
brought in a new manufacture and new trade within this kingdom, in
peril of his life and consumption of his estate or stock, in such case the
king, of his grace and favour, in recompense of his costs and travail,
may grant by charter unto him, that he only shall use such a trade or
sraffic for a certain time, because at first the people of this kingdom are
ignorant, and have not the knowledge or skill to use it.(6) The Act in-
tended to encourage new devices useful to the kingdom, and whether
learned by travel or study it is the same thing.(c

2. The Act leaves the case of inventions which have never been pro-
tected by letters patent abroad, precisely as it was before the statute, and
therefore any person may still import and obtain a valid patent for the
full term for any such invention. But it was probably considered, that
from the increased habits of inter-communication amongst nations, such
an invention, if valuable, would probably have either become known in
this country, or would have been kept so secret as to *warrant 38
the grant of a privilege to any one introducing it here. [*38 ]

3. The Patent Law Amendment Bill of 1852, originally contained a
clause, which provided that the use or publication in ary foreign country,
or in any of the Channel Islands, or in any of her Majesty’s colonies,
dominions, or possessions abroad, of any invention before the date of any
letters patent to be granted for such invention, under the provisions there-
inbefore contained, should have the like effect with respect to such letters
patent as if such use or publication had taken place in the united king-
dom of Great Britain and Ireland. This provision was, however, struck
out by the select committee in the House of Commons. The clause, as
it stands in the Act, provides ¢that no letters patent for any invention,
for which a patent or the like privilege shall have been obtained in any
forcign country, and which shall be granted in the United Kingdom
upon any application made after the passing of that Act, and after the
expiration of the term granted by the forcign patent, shall be of any
validity.”(d)

4. The practieal difficultics in the working of this clause may turn out
to be considerable. It will be probably necessary to issue a commission
to the foreign country in which the invention 1s said to have been pa-
tented, and a plaintiff may be delayed a long time under pretence of that
commission.(¢) In some countrics, as in Prussia, where the specifications
registered are not accessible to the public, unforeseen obstacles may arise
1 the proof of their contents,

9. Where, upon any application made after the passing of that Act,

a) Beard v. Egerton, 3 C. B. 9%, 128; sece Stead v. Williams, 7 M. & G. 818.
b§ The Clothworkers of Ipswich case, Godbolt, 252.

«¢) Edgeberry v. Stephens, 2 Salk. 447.

( ; Stat. 15 & 16 Vict. cap. 83, 8. 25.

(¢) See Report on Patents, 1851, p. 376,

T e
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lettersipatent are granted in the United Kingdom, for or in respect of
any invention first invented in any foreign country, or by the subject of
any foreign power or state, and a patent or like privilege for the monopoly
or exclusive use or exercise of such invention in any foreign country ig
there obtained before the grant of such letters patent in the United
Kingdom, all rights and privileges under such letters patent shall, not.
withstanding any term in such letters patent limited, cease and be voig
immediately upon the expiration or other determination of the term
xgg 7 during which the patent or like *privilege obtained in such for.
7] cign country shall continue in force; or where more than one
such patent or like privilege is obtained abroad, immediately upon the

expiration of the term which shall first determine of such several patents
or like privileges.( /) |

|
[*407 *OHAPTER VIL - | i
PRIOR PUBLICATION. E

&

¢ 1. THE specification of a prior British patent, substantially deseribing §
the same machine, has always been considered fatal to a patent without §
any evidence that the invention has been used.(a) A specification is a §
public document open to every body, and of which everybody must take §
notice at his peril. Hvidence is necessary to show that the invention de. §
seribed in such specification is identical with that newly patented ; and §

(f) Stat.15 & 16 Viet. cap. 83, 8. 25, Where several patents are 1o be taken &
out in different countries, it is desirable that the applications should be as nearly ¢
as possible cotemporaneous. Since 1644, no one can obtain & patent in France for &
an invention previously patenied in another country, except he be the original pa- &
tentee, or his assignee. The original paientee, or his assignee, may obtain his &
patent at any time before the expiration of the patent in his own country ; but the fi
patent in France will only last as long as the patent in his own country continues. §:
The right of patenting an invention does not extend to that inventor whose in-
vention has been described and published in a foreign couniry, by printing the
gpecification and making it open to all the public.* If the patent is first taken @&
out in I'rance, the French patent may be avoided by non-user, or non-payment of
the annual sum of 100f, or if the patentee imports the patented articles from
abroad. In America, the patentee rust be strictly the original and first inventor. [
An alien may take out a patent. By the Act of Congress of 1839, cap. 88, s. 6, %
no pergon shall be debarred from receiving a patent by reason of the invention
having been patented in & foreign country more than gix months before the date of &3
his application, provided the same shall not have been introduced into public and |
common use in the United States prior to the application for the patent. It seems |
that an alien has six months from the grant of his patent in a foreign country, and g3
more, if in the mean time the invention does not get into use in America.—Curtis
on Patents, ss. 114-116. &

(a).The Househill Company v. Neilson, Webst. P. C. 718 n. Lord Campbell; “‘;“:
Huddart v. Grimshaw, Webst. P. . 86. i
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* Report on the Patent Law Amendment Bills, 1851, p. 331. Wolowski. &
Truffaut, Guide Pratique des Inventeurs, pp. 72-86. Paris, 1844, , o
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.0 it is a description of a machine, that the machine is intelligibly
Jescribed, so as really to.enable people to construct the machine from
-t- b :

1 (A)very slight difference in the details is occasionally of great import-
once. - Muntz’s patent for sheathing, composed of a mixture of the best-
selected copper and foreign zine, was not affected by a previous patent,
of which he knew nothing, for a composition of copper and zine, 1t
being shown that useful sheathing could not be made from such mate-
rials.(c

Q. (T)he gpecification of a prior patent, enrclled after the date and seal-
ing of a subsequent patent, and before the enrolment of the specification
of such subsequent patent, but after the manufacture protected by it has
become known in the market, does not of itsclf afford any proof what-
ever of the want of novelty in the invention protected by such second
patent.(d )

3. If an invention is distinctly and clearly deseribed in a %41
*hook, and such description corresponds with the description in [*41]

z

the specification of the patent, though the invention has never been
actually worked, the patent is avoided. It is continually the practice to
read out of printed books, without reference to anything that has been
done.(¢) But it must be the account of a perfected invention. The mere
speculations of ingenious men, if not brought into use, ought not to stand
in the way of other men cqually ingenious, who make the same inven-
tions and apply them.( /) '

A description of a mode of paving with blocks had been published in
a scientific work in England. The Court decided, that if the invention
had already been made public in England, by a description contained in
a work which had been publicly circulated, the patentee was not the
first inventor within the meaning of the statute, whether he himself bor-
rowed his invention from such work or not, because the public cannot be
precluded from the right of using such information as they were already
possessed of at the time of the granting of the patent.(g)

4. «The application of the principles as to publication in a book, must
depend upon the particular circumstances which are brought to bear in
each particular. The existence of a single copy of a work, though
printed, brought from a depository where it has long been kept in a state
of obscurity, would afford a very different inference from the production
of an encyclopsedia or other work in general circulation. The question
will be, whether, upon the whole evidence there was any such publication
as to make the description a part of the public stock of information.” (%)

5. Publication in a foreign book will not destroy a patent, unless
the invention is shown to have become known in England by such

b) See Lewis v. Marling, 4 C. & P. b2.

¢) Muntz v. I'oster, 2 Law Times, 325; Carpmael on Patents, 25.

@) Cornish v. Keene, 3 Bing. N, C. 589 ; Webst., P. C. 519, S. C.

¢) Per Lord Lyndhurst, Webst. Pat. Ca. 718, note to the Houschill Company v.
Neilson ; see Hill v. Thompson and Foreman, 8 Taunt. 386 ; Webst. P, C. 247.

S) Per Lord Abinger, Carpenter v. Smith, Webst. Pat, Ca. 634, N, P

g) Stead v. Williams, 7 M. & G. 842.

k) Stead v. Williams, 7 M. & G. 843, Tindal, C. J.

s
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%49 publication.(?) In a scire facias to repeal *a patent, ib way
| *42 ] proved that a foreign work, ¢ Manuel du Fabricant d’Indiennes”
which was alleged to contain a description of the defendant’s process
had been sold to several persons in Manchester many years before the
date of the defendant’s patent. :But it appeared that the work was but
little understood or appreciated by those most interested in it. A chem.:
ist proved that he had made garancine according to the process the rede.
seribed. Lord Campbell left the question to the jury, whether they be.:
lieved that the process there described had beeome known and practised
in this country before the date of the patent.(%)

6. It may be a question of some difficulty under what circumstances a
patent is obtainable for a forgotten invention. Hero’s invention, and
those of the marquis of Worcester, are well-known instances of ancient |
engines not brought into use, reinvented in modern days independently, |
having become most important additions to the wealth of the eountry.
Of such, Lord Brougham said, ¢« They become like new discoveries."(l& |
The true rule probably is, that where the invention exists, or is described |
in such a manner that it could be manufactured from a mere inspection
or an existing description, a patent obtained by a modern inventor would
require confirmation,

Where an old process has been rediscovered, a good patent may be had
for the process invented; for if the process is not in fact actually new,
it secms at any rate impogsible to prove it otherwise. Mr. Webster puts
it thus: ¢« Suppose an article of manufacture—an encaustic tile or
painted glass—such as was known in the middle ages to have been man. |
ufactured at a certain period in this country in secret, or so that the }
whole knowledge of the art is lost, but such tiles and glass are known ’é
and in use before the eyes of the public to the present time, and an in-
genious man should discern a mode whereby tiles and painted glass, ap- %
parently the same, could be produced, and publish that mode to the%
world under letters-patent, would the knowledge of the tiles vitiate the
[*43 ] patent, no knowledge of the invention as an art existing at *the g

time of the grant ?”(m? It seems impossible to doubt that a ¢
; patent for the process of manu acturing them would be good, if the arti. E

—

-l-l.“_

cle were not such as to show the mode of its manufacture.(n) In Cam.
pion v. Benyon, it was actually given in evidence, that the wrappexr of
an Yeyptian mummy, which had been examined by ono of the defend. §
ant’s witnesses was woven in the same manner ag the plaintiff’s improved &

Eail-cloth.(a)

() Lord Brougham, The Househill Company v. Neilson, Webst. Pat. Ca. 718 §
n.; Soames's patent, Pri. C. Webst. P. C. 733, cited 7 M. & G. 840. *
k) Reg. v. Steiner, Lord Campbell, N. P. Times, Dec. 6, 1851. |
!) The Househill Company v. Neilson. Webst, Pat. Ca. 717; S. C. per Lord §
ggfdhurst, ih. 710, 717; per Lord Abinger, Carpenter v. Smith, Webst. Pat. Ca.
(m) Webst. Pat. Ca. 720 n.
{ﬂ; Seo Wright's patent, Webst. Pat. Ca. 736,
o) Campion v. Benyon, 3 Brod. & Bing. 8.
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b

*CHAPTER VIIL [ #44 ]

70 WHOM A PATENT MAY BE GRANTED.—THE FIRST AND TRUE
INVENTOR.

1. Tee Crown may grant a patent to any person, whether a subjeet or
an alien.(a) A subject, or foreigner, may hold a patent in trust for an
alien amy.(6) The point whether a patent was absolutely void by reason
of its being held in trust for an alien enemy was raised, but not decided,
in the case of Bloxam v. Elsce. The decision of the Court ultimately
turned on another point. It would seem, however, to be a good defence
to any action brought in the name of the trustee for infringements.(c) If
obtained in time of war, 1n trust for the alien enemy, the patent would
probably be held void in all future times, as obtained by fraud on the
Crown. If obtained by or in trust for the alien before the breaking out
of war, his rights would be only suspended during the continuaunce of

~ hostilities.(d)

2. The person to whom letters patent are granted must be the first
person to make the invention known here.(e)

The object of the saving in the statute was not so much for the pur-
pose of securing to Inventors & reward for their ingenuity, as to stimu-

~ late the trade and manufactures of the kingdom. It mattered little for

this purpose whence an improvement *came; and in the very [ *45]

~ first case after the passing of the Aect, it was held, in accordance

with cases before the statute, that the Act was intended to encourage
new devices within the kingdom; and whether learned by study or
travel, it is the same thing.(/) This doctrine has been confirmed in
recent cases.(g) No question is made here as to the title of an importer,
whether he is the assignee of the original foreign inventor, or whether
the invention is made publie, and given to all the world in such foreign
country.(k) e may be a mere clerk or servant of the foreign inventor,
to whom the communication may be made for the sole purpose of ena-
bling him to take the patent in trust for the benefit of the foreigner, or
one who steals the invention from the foreign inventor.(z) The new Act
makes no provision against the latter case, except by enabling the true

(a) 3 C. B. 97, Beard v. Egerton; Chappell v. Purday, 14 M. & W. 318; Edge-
berry v. Stephens, 2 Salk. 447.

(b) Beard v. Egerton, 3 C. B. 97; sce stat. 7T & 8 Vict. cap. 66, s. 4; Jevens v.
Harridge, 1 Wms. Saund. 8, note 1; Calvin’s case, 7 Rep. 17.
- llc)RBlaxn.m v. Elsce, 1 C. & P. 558; S. C. Ry. & Moo. 187; Brandon v. Nesbitt,

. Ik, 23,

d) See Antoine v. Morshead, 6 Taunt. 237 ; Flindt v. Waters, 16 East, 260.

e) Stat. 21 Jac. 1, cap. 3, s. 6.

J') Edgeberry v. Stephens, 2 Salk. 44'7; The Clothworkers of Ipswich case,
Godbolt, 252 ; The case of monopolies, Darcy v. Allin, Noy, 178; 11 Co. 84.

g) Beard v. Egerton, 3 Com. Bench, 97, 129.
o ﬁ) 9I"z'er Pollock, C. B. Chappell v. Purday, 13 M. & W. 318; Beard v. Egerton, 3

(:) See an instance cited, Rep. on Patents, 1851, p. 100.
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inventor to obtain his patent if he applies before the provisional or othe
protection of a person obtaining protection by fraud shall have expireq
This, howcver, will probably be sufficient ‘for the safety of the foreig
inventor, if he is not guilty of laches, by neglecting to take steps t

obtain his patent here. ) _
3. It seems not to be important whether the person making the com.

[ muniecation from abroad is a forcigner or not; the importing a new many,
facture and giving the public in this country the benefit of it is the basis
of the grant of the monopoly.(%)

4. The invention must be that of the patentee himself: if he has bor
rowed it from some other person, if he has taken it from a book, or learnt
it from a specification, or any other source, in thig country, he will ngf
be entitled to a patent, for the Legislature never intended that a persop
who had taken all his knowledge from the labours of another, should
%46 7 receive the benefit of another’s skill.(/) If the machine has been

*suggested to the patentee by the sight of a model, or foreig
specification accessible to others in this country, that might show that
the patentee was not the true inventor.(m) Patents are granted asa
reward to the first inventor, for the benefit that is conferred upon the
public by the discovery. If anybody is able to show that the man why
first got the patent is not the man whose ingenuity first made the inven.
tion in England, there is an end of the patent. A patent was held void,
a witness having stated that he had made the improvement while em.
ployed in the workshop of the patentee.(n)

An English patent founded on a communication made to the patentee,
of an indispensable part of the patent, which was the basis of the im.
provement, was held to be void.(¢) But the discovery must be commu.

" nicated to the patentee in such a state that he could put 1t In practice

without further invention. He is the first inventor who first makes the .
invention capable of useful application.( p)
5. If a person has discovered an improved principle, and employs

| engineers, or agents, or other persons to assist him in carrying out that
principle, and they in the course of the experiments arising from that
employment, make valuable discoveries accessary to the main principle, |
and tending to carry out that in a better manner, such improvements
are the property of the inventor of the original improved principle, and
may be embodied in his patent; and if so embodied, the patent is not
avoided by evidence that the agent, or servant, made the suggestions of
that subordinate improvement of the primary and improved principle.(g)

It would be difficult to define how far the suggestions of a workman

employed in the construction of a machine are to be considered as dis-

!) Gibson v. Brand, N. P. Tindal, C. J., Webst. P. C. 628.
m) Cornish v. Keene, Webst. P. C. 507, Tindal, C. J.; Lewis v. Marling, 10 B.
. 22; Joneg v. Pearce, Webst. Pat. Ca, 124. '
p (ggTB&rker v. Harris and Shaw, Webst. P. C. 126 Barber v. Walduck, 1 C. &
(0) Tennant’s case, Webst. P, C. 125; Dav. Pat. Ca. 429.
2) Alden v. Dewey, 1 Story Rep. 336; Curtis on Patents, 41,
(g) Allen v. Rawson, 1 C. B, 56, Erle, J.

{c) Nickels v. Ross, 8 C. B. 710, per Wilde, C. J., and Coltman, J.
&
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tinct iiventions by him, so as to aveid a patent incorporating them taken

out by his employer. Where the principle and object of the invention |

are complete without it, the adoption of a suggestion by a workman of
something calculated more easily *to carry into effect the concep- . A7
tions of the inventor, will not render the whole patent void, If | ]
a servant while 1n the employment of his master makes an invention, the
invention belongs to the servant, and not to the master, though if the
master employs a skilful person for the express purpose of Inventing, the
inventions made by him will belong to the master, 80 as to enable him to
take out a patent for them.(r)

The person who suggests the principle is the true and first inventor.
Alderson, B., said, #If Sutton suggested the principle to Minter, then
he would be the inventor; if, on the other hand, Minter suggested the
principle to Sutton, and Sutton was assisting him, then Minter would be
the inventor, and Sutton a machine which Minter uses for the purpose
of enabling him to carry his original conception into effect. They were
together at the time of the invention, and it is for the jury to decide
which of the two suggested the invention, and which carried it into effect.
Mr. Minter makes out the primd facie case,~—he is the person who took
out the patent.”’(s)

6. If there be several rivals or simultaneous inventors, the first who
comes and takes a patent, the invention not being generally known to
the public, has a right to clothe himself with the authority of a patent.(?)
In case of concurrent applications for a patent for the same object, Lord
Eldon eaid, that that which obtained the great seal first would have the
sole right at law. He could see no other means of deciding than by
awarding the patent to him who went quickest through the process. An
application for a patent had been commenced previously to another ap-
plication for the same object, but owing to circumstances, the progress of
the first application had been delayed, and the second patent was in ad-
vance, 50 as to be likely to be sealed first.(a) -

In a subsequent case, where two persons severally applied for patents
for the same invention, the Solicitor-Gieneral reported in favour of both
of them. Caveats having been *entered at the great seal, the 48
Lord Chancellor referred it back to the Solicitor-General, to re- L 748 ]
port whether the patents clashed, and if so, who was the first inventor,
not who first presented the petition. The Lord Chancellor said, he would
put any date to the patent which the justice of the case required.(z) No
person, except on proof of fraud, could obtain a patent after the deposit
of a complete specification of the same invention.

7. 1t is no objection that some one else has made a similar discovery
in his mind. ~“The patentee must be an inventor, not necessarily the in-
ventor; because another may have invented and concealed it; there must
have been a publication by the prior inventor, in order to prevent a sub-

() Bloxam v. Eisee, 1 C. P. 558; Makepeace v. Jackson, 4 Taunt. 770.

8) Minter v. Wells and Hart, Alderson, B, at Nisi Prius, Webst. Pat. Ca. 132.

t) Cornish v. Keene, Webst., P. C. 508; Forsyth v. Riviere, Webst. Pat. Ca. 97.
u} Ex parte Dyer, Report, 1829, 197.

() Re Griffiths’ patent, Re Samuda’s patent, 5 Law Times, 141,
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gequent inventor patenting the same thing.(y) But if the invention hay §
been already made public in the United Kingdom by a work either writ. §
ten or printed, which has been publicly circulated, the patentee is nof f
the first and true inventor within the meaning of the statute, whether he §
has himself borrowed his ideas from such publieation or not.(2)

[*49] *CHAPTER IX.

THE COMMISSIONERS OF PATENTS AND THEIR OFFICES.

1. By statute 15 & 16 Vict. cap. 83, 8. 1, it is enacted that the Lord §
Chancellor, the Master of the Rolls, the Attorney-General for Englang, &
the Solicitor-General for England, the Lord Advocate, the Solicitor. g
General for Scotland, the Attorney-General for Ireland, and the Solicitor. ¢
General for Ireland, for the time being respectively, together with such
person or persons as may be from time to time appointed by her Majesty, &
by warrant under her sign manual, are to be the Commissioners of Patents &
for Inventions. Every person so appointed by her Majesty is to continue i
a Commissioner during her Majesty’s pleasure. And all powers by the §
Act vested in the Commissioners may be exercised by any three or mor |
of them, the Lord Chancellor or the Master of the Rolls being one.

2. By scction 2, It shall be lawful for the Commissioners to causes ¢

letters patent under this Act, and all instruments and copies proceeding J
from the office of the Commissioners; and all courts, judges, and other f
persons whomsoever, shall take notice of such seal, and receive impres.
sions thereof in cvidence, in like manner as impressions of the great sea]E;
arc received in evidence, and shall also take notice of and receive in evi-
dence, without further proof or production of the originals, all copies or §:
extracts certificd under the seal of the said office of or from documents £
deposited 1n the said office. "'“
3. By section 3, It shall be lawful for the Commissioners, from time |
[*507 to time, to make such rules and regulations (not inconsistent g
*with the provisions of this Act) respecting the business of their g

office, and all matters and things which, under the provisions herein &
contained, are to be under their control and direction, as may appear to &
them necessary and expedient for the purposes of this Act; and all such &
rules shall be laid before both Houses of Parliament within fourteen g
days after the making thereof, if Parliament be sitting; and if Parliament &
be not sitting, then within fourteen days after the meeting of Parliament: -3"‘
i

(y) Dollond’s case, 2 H. Black. 487; Gibson v, Brand, 4 M. & G. 205, per Erskine, "‘
J.; Lord Lyndhurst, The Househill Company v. Neilson, Webst. P. C. 719; Bret! i‘;:

v. Electric Telegraph Company, Norman on Designs, 1.
(2) Stead v. Williams, 7 M. & G. 818,
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and the Commissioners shall cause a report to be laid annually before
Parliament of all the proceedings under and in pursuance of this Act.

4. The Commissioners of her Majesty’s Treasury may provide and ap-
point, from time to time, proper places or buildings for an office or offices
for the purposes of this Act.(a) The Great Seal Patent Office has been
appointed as the office for the purposes of this Act. The Commissioners
of the Treasury are to allow the necessary sums for providing offices, and
for the current expenses of the office.(d)

5. The Commissioners, with the consent of the Commissioners of the
Preasury, may, from time to time, appoint, for the purposes of this Act,
such clerks and officers as the Commissioners may think proper, and from
time to time remove any of the clerks and officers so appointed.(c) The
Commissioners of her Majesty’s Treasury are to allow such salaries and
payments to the clerks and officers as they may think fit.(d)

6. The Lord Chancellor having appointed the Great Seal Patent Office
to be the office of the Court of Chancery for the filing of specifications,
the Great Seal Patent Office and the office of the Commissioners have
been combined. The clerk of the Patents for the time being is appointed
clerk of the Commissioners for the purpose of the Act.(e)

" The office is open to the public every day, Christmnas-day and Good
Friday excepted, from ten till four.
7. Office copies of documents in the Great Seal Patent Office are sub-

ject to a stamp of twopence for every ninety words.(f)

*OHAPTER X. [*51]
MODE OF PROCEEDING T0O OBTAIN LETTERS PATENT.
SEOTION I.—PETITION AND DECLARATION.

1. THE mode of applying for letters patent for an invention 1s by peti-
tion to the Crown, to be left at the office of the Commissioners of Pa-
tents.(a)

2. The petition is to be accompanied by a declaration made before a
master in Chancery or justice of the peace, and by the provisional speci-
fication. See forms in Appendiz.

As to the title of the invention in the petition, see post, chap. XI. As
the title of the invention is to be the sole information to the public of its
nature, it is very important that it should truly describe the invention
and its extent.

3. The petition for the grant of letters patent, and all declarations and

¢) Stat. 16 & 16 Vict. cap. 83, s. 5. d) Stat. 15 & 16 Vict. cap. 83, £, 48.
¢) First set of Rules, 1852, 6.
a) Stat. 15 & 16 Vict. cap. 83, 5. 6.

JANUARY, 1853.—4

(a) Stat. 15 & 16 Vict. cap. 83, 5. 4. () Stat. 15 & 16 Vict. cap. 83, 8. 49.
f) Stat. 16 Vict.
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provisional specifications, shall be respectively written upon sheets of
paper, twelve inches in length by eight inches and a half in breadth,
leaving a margin of one inch and a half on each side of each page, in
order that they may be bound in the books to be kept in the office.(l)

The petition must be impressed with ‘a stamp of L£9.(c)
4. No caveat against o patent can be entered at the chambers of the

law officers. Inventors desirous of watching applications for patents
likely to interfere with them, must, therefore, keep o careful eye on the

notices in the Gazelte.

%58 *SECTION II.—PROVISIONAL PROTECTION.
[

5. With the petition and declaration shall be left a statement in writ.
ing, called the Provisional Specification, signed by or on bebalf of the
applicant for letters patent, describing the nature of the invention.(d)

6. The provisional specification must state distinetly and intelligibly
the whole nature of the invention, so that the law officer may be apprised
of the improvement, and of the means by which it is to be carried into
effect.(e)

7. The drawings accompanying provisionul specifications are to be made
upon a sheet or sheets of parchment, paper, or eloth, cach of the size of |
twelve inches in length by eight and a half in breadth, or of the size of }
twelve inches in breadth by seventeen inches in length, leaving a margin
of one inch on every side of each sheet.( /)

It having been found impossible in some instances to comply with this §
requisition, drawings of a large size, made to fold into the dimensions
above mentioned, are now admitted at the office of the Commissioners,

8. In order that the petitions, declarations, and provisional specifica.
tions may be examined and recorded in the office of the Commissioners,
it is necessary that they should be left at the office two clear days, ¢
Should the title of the invention not agree in each document, the papers §
will be returned to the parties for correction, and no record of them will
be taken till they are left properly corrected.

9. No amendment or alteration at the instance of the applicant will be §
allowed in a provisional specification after the same has been recorded, §
except for the correction of clerical errors or of omissions made per in- §
curiam.(g) :

10. The day of the delivery of every petition, declaration, and provi
sional specification, is to be recorded at the office, and indorsed on such
petition, declaration, and provisional specification, and a certificate thereof |
given to the applicant or his agent.(%) j

*All such petitions, declarations, and provisional specifications, }
[*93 1 shall he prescrved i ssi -
- ; preserved in such manner as the Commissioners may }

L n  fueLn s

(b) First set of Rules for the passing of Letters Patent for Inventions after the
1st of October, 1852, rule 1. (¢} 16 Vict, |
Ed) Stat. 15 & 16 Vict. cap. 86, 8. 6. Seo form in Appendix. ‘
e) Second set of Rules, 1862, rule 10. () First set of Rules, 1852, rule 2. |
{g) Sccond set of Rules, 1852, rule 9. () Stat. 15 & 16 Viet. cap. 83, 5. 6, §
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direct; and o registry thereof, and of all proceedings thercon, kept at the
office of the Commissioners.(z)

11. Every application for letters patent under this Aet must be refer-
red by the Commissioners, according to such regulations as they may
think fit to make, to one of the law officers. (k)

The reference will be indorsed on the petition, and signed by the clerk
to the Commissioners of Patents.

12. The provisional specification shall be referred to the law officer,
who shall be at liberty to call to his aid such scientific or other person
as he may think fit, and to cause to be paid to such person by the appli-
cant such remuneration as the law officer shall appoint; and if such law
officer be eatisfied that the provisional specification describes the nature
of the invention, he shall allow the same, and give a certificate of his
allowance ; and such certificate shall be filed in the office of the Com-
missioners. And, thereupon, the invention therein referred to wmay,
during the term of six months frem the date of the application for letters
patent, be used and published without prejudice to any letters patent to
be granted for the same. Such protection from the consequences of use
and publication, 1s called provisional protection.

In case the title of the invention, or the provisional specification, be
too large or insufficient, it shall be lawful for the law officer to whom the
same is referred, to allow or require the same to be amended.(7)

13. The papers will be sent from the office of the Commissioners to
one of the law officers, with the reference indorsed upon them. If the
law officer 1s satisfied that the provisional specification truly describes the
nature of the invention, he will return the papers to the office of the
Commissioners, with the certificate of his allowance. If he considers the
provisional specification insufficient, his clerk will write to the applicant,
fixing a time for hig attendance, when, on the applicant consent- K54
ing to amend the title or provisional *specification to his satis- [*o4]
faction, he will give a certificate of his allowance of the amendment, and
return the same, with the papers, to the office. See forms in Appendix.

14. The provisional specification will be a check on the patentee. If the
complete specification is not strictly in accordance with 1t, people will be
entitled to say, that something is specified which would have been
opposed, but which could not be opposed, because the provisional speci-
fication gave no notice of what was intended to be specified, That in-
formation, if given to the Attorney-General, might have induced him to
witbhold the patent.(m)

If an inventor desires to abandon anything contained in his provisional
specification, in order to guard against the objection that he represented
himself to have invented more than he hag actually specified, he should
enter o disclaimer with the specification. ()

According to the practice before the passing of this Act, a person could
withdraw any portion of his deposit-paper up to the time of enrolling his

?') Stat. 15 & 16 Vict. cap. 83, s. 6. (k) Stat. 15 & 16 Vict. cap. 83, 3. 7.
{} Stat. 15 & 16 Vict. cap. 83, s. 8.

m) See Rep, 1851, 379, the Master of the Rolls.

n) See Report on Patents, 1851, 60. .
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specification. If, at the time of enrolling his specification, he found it
advisable to abandon one of several things mentioned in the title of his
patent, he obtained leave before the entry of the specification to disclaim
so much of the title as related to that which he abandoned, and deseribed
the rest in his specification. (o)

15. If the first outline description would not be sufficient to embraco
all the improvements in the invention, or in the mode of working 1t out,
the proper course would seem to be to abandon the proceedings taken on
the first provisional specification, and commence afresh with a new appli.
cation, before the invention, comprised in the first provisional specifica.
tion, is made public.(p)

16. Tt will be observed that actions cannot be maintained for infringe-
ments, ¢uring the period of provisional protection. (Sec s. 24.) The
grant of protection under such circumstances that the inventor will be
55 ] able safely to test the practicability and value of his invention

before procceding to *complete his patent, is one of the most im.
portant boons conferred on inventors by the new Act. Stat. 14 Viet.
cap. 8, did not enable persons registering under if, to put their inven.
tions in practice before the grant of the patent.

17. Every provisional protection of an invention alivwed by the law officer,
ghall be forthwith advertised in the London Gazriic, and the advertise.
ment shall set forth the name and address of the petitioner, the title of
his invention, and the date of the application.(qg)

SECTION III.—PROTECTION BY DEPOSIT OF COMPLETE SPECIFICATION.,

18. By section 9, the applicant for letters patent for an invention,
instead of leaving with the petition and declaration a provisional specifi-
cation, may file with the said petition and declaration, a complete specifi-
cation under his hand and seal, particularly deseribing and ascertaining
the nature of the said invention, and in what manner the same is to be
performed, which complete specification shall be mentioned in such de-
claration.

The day of the delivery of every such petition, declaration, and com-
plete specification, shall be recorded at the office of the Commissioners,
and indorsed on such petition, declaration, and specification, and a certifi-
cate thereof given to such applicant or his agent; and thercupon, sub-
ject to the provisions in the Act contained, the invention shall be pro-
tected for the term of six months from the date of the application, and
the applicant shall have during such term of six months the like powers,
rights, and privileges, as might have been conferred upon him by letters
patent for such invention, issued under this Act, and duly sealed as of
the day of the date of such application; and during the continuance of
such powers, rights, and privileges, under this provision, such invention

’,

fo) Report on Patents, 1851, 79.

p) Report on Patents, 1851, 384. See Hancock v. Somervill, 39 Newt. Lond.
Journ. €. 8. 158.

(9) First set of Rules, 1852, rule 3.
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may be used and published without prejudice to any letters pateat to be
granted for the same.

19. Where letters patent are granted in respeet of such invention,
then, in licu of a condition for making void such letters patent, in case
such invention be not described and *ascertained by a subsequent *5G
gpecification, such letters patent shall be conditioned to become [*o6]
void if such complete specification, filed as aforesaid, does not particu-
Jarly deseribe and ascertain the nature of the said invention, and in what
manner the same is to be performed.

A copy of every such complete specification shall be open to the
inspection of the public from the time of depositing the same, subject to
such regulation as the Commiseioners may make.

90. When the invention is complete at the time of the application,
and is such that in framing the specification, examination of the history
of the manufacture is not nceessary, it may often be desirable to file a
complete specification in the first instance.

21. All complete specifications accompanying petitions and declara-
tions, before the grant of letters patent, are to be filed in the Great Seal
Patent Offico.(7)

All such specifications are to be written bookwise upon a sheet or sheets
of parchment, each of the size of twenty-one inches and a half in
length by fourteen inches and three-fourths of an inch in breadth; the
same may be written upon both sides of the sheet, but a margin must be
left of one inch and a half on every side of each sheet.(s)

22. The petitioner is required by the Act to leave an extra copy of
any drawings to which reference is made in the specification.(¢)

The drawings accompanying the specification are to be made upon a
sheet or sheets of parchment, cach of the size of twenty-one inches and
a half in length, by fourteen inches and three-feurths of an inch in breadth;
or upon a sheet or sheets of parchment cach of the size of twenty-one
inches and a half in breadth, by twenty-nine inches and 2 half in length,
leaving a margin of one inch and a half on every side of cach sheet.(u)

The Commissioners recommend applicants and patentees to make their
clevation drawings according to the scale of one inch to a foot.

*23. Every invention protceted by reason of the deposit of a 5T
complete specification, shall be forthwith advertised in the Lon- [*97]
don Gazette; and the advertisement shall set forth the name and address
of the petitioner, the title of the invention, the date of the application,
and that a complete specification has been deposited.(x)

SECTION IV,.—REFERENCE TO THE LAW OFFICER, NOTICE OF OBJECTION,
HEARING, ETC.

24, The applicant for letters patent, so soon as he may think fit after the

1‘} Order of Lord St. Leonards, 1852, 1.
$) Order of Lord St. Leonards, 1852, 2.
{) Stat. 15 & 16 Vic. cap. 83, s. 28.

(¥) Order of Lord St. Leonards, 1852, 3.
(r) First set of Rules, 1852,



54 NORMAN'S LAW OF PATENTS.

invention shall have been provisionally protected under this Act, or whers
a complete specification has been deposited with his petition and declara.
tion, then, so soon as he may think fit after such deposit, may give notice,
in writing, at the office of the Comwissioners, of his intention of pro.
ceeding with his application for letters patent for the said invention.(y)
The certificate of notice to proceed 1s subject to a stamp-duty of £9.(2)

25, The application shall then forthwith be advertised in the Londog
Gazette; and the advertisement shall set forth the name and address of
the petitioner, and the title of his invention, and that any person having
an interest in opposing the application are to be at liberty to leave par.
ticulars, in writing, of their objections to the application, at the office of
the Commissioners, within twenty-onc days after the date of the Gazette
in which such notice is issued.(a)

926. As soon as the time for the delivery of objections shall have ex.
pired, the provisional specification, or complete specification, as the case
may be, and particulars of objection, shall be referred to the law office
to whom the application has been referred.(b) This is termed the se.

cond reference.
The following fees are payable to the law officers and their clerks in

cases of opposition :(c)-—
[ ¥587] *By the person opposing the grant of letters patent.

£ s d
To the law officer, . . . : 2 12 6
To his clerk, . . . . . 0 12 6
To his clerk for summons, . . . 0 5 0

The foregoing fees are paid at the office of the law officer, at the tims
of the hearing of the case of opposition.

By the petitioner on hearing the case of opposition,

£. s d.
To the Iaw oflicer, . . . ‘ 2 12 6
To his clerk, . . : . . 0 12 6
To his clerk for summons, : . . 0 5 0

The fees above mentioned must be paid by the petitioner at the time
of taking out the summons for hearing the objeetion to the patent.

27. The petitioner, or his agent, then sends a copy of the summons by
post to the party opposing, or to his agent, Sending the summons by
post to the address given by the party opposing, in his particulars of ob-
jections, is sufficient service. If the parly opposing does not appear at
the time appointed by the law officer, the applicant will be heard in his

absence.

28. Up to the present time, January, 1852, it has been the custom in|

all cases to hear cach party in private; but as the petitioner is now pro-
tected from the date of the deposit of a sufficient speeification, 1t may

y) Stat. 156 & 16 Vict. cap. 83, 5. 12; first set of Rules, 1852, No. 5.
z) Stat. 16 Vict.

a) Stat. 15 & 1€ Viet. cap. 83, s. 12 ; first set of Rules, 1852, No. 5.
(6) Stat. 15 & 16 Vict. cap. 83, 8. 13.

(¢) Order of the Lord Chancellor and M. R. 1852.

i
|
|
|
|

]
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sometimes be convenient to depart from this practice, in case of concur-
rent applications, where both parties have deposited specifications.

00, As the provisional specification is not open to inspection till the
expiration of the period of protection, there will be probably but few
effectual oppositions, when the invention is only provisionally protected.
In case of applications by rival inventors, it does not scem clear whether,
under the new Act, the first inventor or the first applicant is to have the
patent.(d) No patent, however, could he had, except in case of fraud,
on an application first made after the deposit of a complete specification
by a rival inventor.

The law officer will not go into any questions of utility. If there is
any considerable doubt as to whether two inventions *are distinet - 5Q
the law officer will not decline to issue his warrant, but leave the [ ]
matter to be afterwards determined by a court of law.(e)

No warrant will be granted for the stealing of any patent which con-
tains two or more distinct substantive inventions.( f)

80. In case of any application for letters patent for any invention,
and the obtaining upon such application of provisional protection for such
invention, or of protcetion for the same, by reason of the deposit of a
complete specification in frand of the true and first inventor, any letters
patent granted to the true and first inventor of such invention shall not
be invalidated by reason of such application, or of such provisional or
other protection, or of any use or publication of the invention subsequent
to such application, and before the expiration of the term of such pro-
visional or other protection.(y)

31. In some cases it may be nceessary to get rid of the temporary
privilege obtained by the deposit of a complete specification in fraud of
the truc inventor. IHer Majesty, by warrant under her royal sign manual,
may dircct any complete specification, filed under the provisions of the
Act, and in respect of the invention described, in which no letters patent
may have been granted, to be cancelled, and thereupon the protection
obtained by the filing of such complete specification shall cease.(k) The
Act docs not say how these warrants, under the sign manual, are to be
obtained by an opposing petitioner, whether on the certificate of the
Attorney-General, or by petition to the Lord Chancellor. As what is to
be done is not merely a refusal to grant something, but involves the
destruction of an existing right, it would secm that the sentence of a Court
IS necessary.

32. It shall be Iawtful for the law officer to whom any application for
such letters patent is referred, if he sees fit, by *certificate under G0
his hand, to order by or to whom the costs of any hearing, or [ ]
Inquiry upon any objection, or otherwise in relation to the grant of such
letters patent, or in relation to the provisional or other protection acquired

(d) See Samuda’s patent, 5 Law Times, 141.

(¢} See Report on Patents, 1851, 386, M, R. and Solicitor-General ; sce in the
natter of Cutler’s patent, Webst. P. C. 426; ex parte Fox, Webst. P. C. 431; 1
Vesey & Beames, 67, S. C; see the recital in the warrant, post, Appendix.

{f) Second set of Rules, 1852, rule 7, ante, p. G.

g) Stat. 15 & 16 Viet. cap. 83, 8. 10. (k) Stat. 16 & 16 Vict. cap. 83, 5. 16.
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by the application under this Act, shall be paid, and in what manner, ang
by whom such costs are to be ascertained ; and if any costs 80 ordered ¢,
be paid, be not paid within four days after the amount thereof shall by
so ascertained, it shall be lawful for such law officer to make an order fo
the payment of the same; and any such order may be made a rule of
one of Her Majesty’s Superior Courts in Westminster or Dublin, ang
may be rccorded in the books of Council and Sessions in Seotland, g
the effect that exccution may pass thercon 1n common form.(?)

83. It would seem that an order for making the order of the law officer
for costs, a rule of court may be obtained from a judge at chambers. A
rule for such purpose would be absolute in the first instance.(%) Proba.
bly the costs of making the order a rule of court may be included, jf
an affidavit is made that the order has been served on the party and

disobeyed. (/)
SECTION V.—WARRANT OF LAW OFFICER FOR SEALING PATENT.

34. It shall be lawful for the law officer after such hearing, if any, as !
he may think fit, to cause a warrant to be made for the sealing of letters
patent for the said invention, and such warrant shall be sealed with the
seal of the commissioners, and shall set forth the tcnor and effect of the
letters patent thereby authorized to be granted ; and such law officer shall
direct the insertion in such letters patent of all such restrictions, condi
tions, and provisions as he may deem usual and expedient in such grants,
or necessary in pursuance of the provisions of this Act, and that the said
warrant shall be for the making and sealing of letters patent under this
Act, according to the tenor of the said warrant.(m)

[*61] *There is no appeal from a decision of the Attorney-General
refusing to grant his warrant for a patent.(n)

A stamp-duty of £5 must be paid upon the warrant.

SECTION VI.—OPPOSITION AT GREAT SEAL.~PREROGATIVE OF THE
CROWN.,

39. By stat. 15 & 16 Viet. cap. 83, s. 15, the Lord Chancellor shall
cxercise such powers, authority, and diseretion in respect to the said war.
rant, and the letters patent therein directed to be made under this Act,
as he now has and might now exercise with respect to the warrant for
the issuc under the great scal of letters patent for any invention, and
with respect to the making and issuing of such letters patent.

36, By stat. 15 & 16 Viet. cap. 83, s. 10, it is provided, that nothing
therein contained shall extend to abridge or affect the prerogative of the
Crown in relation to the granting or withholding the grant of any letters
patent; and it shall be lawful for her Majesty, by warrant under her
royal sign manual, to direct the law officer to withhold such warrant as

(1) Stat. 156 & 16 Viet. cap. 83, s. 14.

(£) See Wilson v. Northrop, 2 C. M. & R. 326.

() See Chitty’s Archb. 1441, (m) Stat. 15 & 16 Vict, cap. 83, s. 15.
(n) In the matter of Cutler's patent, Webst, P. C. 424,
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aforesaid, or that any letters patent for the issuing whereof he may have
sssued o warrant as aforesaid shall not issue, or to direct the insertion in
any letters patent to be issued in manner therein provided of any restric-
tions, conditions, or provisoes which her Majesty may think fit, in addi-
tion to, or 1n substitution for any restrictions, conditions, or provisocs
which could otherwise be inserted therein under this Act; and it shall
also be lawful for her Majesty by like warrant to direct any complete
specification which may have been filed under the provision hercinbefore
contained, and in respect of the invention described, in which no letters
patent may have been granted to be cancelled, and thereupon the pro-
tection obtained by the filing of such complete specification shall cease.

87. The Lord Chancellor may at any time refuse to affix the great
seal. Persons 1nterested 1n opposing the grant of a patent have a right
to oppose; but opposition at this stage is discouraged, on account of the
expense.

*38. Lvery application to the Lord Chanccllor against, or in 62
relation to the scaling of letters patent, shall be by notice ; and [ ]
such notice shall be left at the Comumissioner’s office, and shall contain
particulars in writing of the objections to the sealing of such letters
patent.(0)

When the warrant for the patent, according to the old practice, came
to the Great Seal Office, notice was* sent to the party who had entered
the caveat. As he had alrcady had an opportunity of opposing the
patent, no more time was allowed him to give notice of opposition than
was reasonably necessary to cnable him to do so. Two clear days were
considered sufficient for a person living at a distance from London. If
in answer to the notice De stated his intention to oppose, the appli_ant
for the patent presented a petition to the Lord Chancellor, praying that
the caveat might be discharged and the patent sealed.

The allegations in the petition were verified by affidavit. The petition
and affidavits were lodged in the Great Seal Patent Office. The petition
was put in the paper for the next petition-day. Two clear days’ notice
of the hearing was given to the party opposing, who might lodge affidavits
in answer to those of the applicant.

Office copies of affidavits may be obtained by either party "at the
Great Scal Patent Office. They will be charged for at the rate of two-
pence, to be paid by stamps, for every ninety words.( p)

89. It sccms to have been the practice, where the objeetor has not
been previously heard before the Attorney or Solicitor-General, for the
Lord Chancellor, for his own information, to refer it to the Attorney-
(reneral, to inquire and report whether the letters patent ought to
issuc.(g) 'When a hearing before the Attorney or Solicitor-General has
taken place, the Lord Chancellor will refer it to him for information as
to how the matter stood when it left his office.(r)

Two persons severally applied for patents for the same invention ; the

Eog Order of Lord St. Leonards, 1852. (7) Rules, 1852; stat. 16 Vict.
g) Cutler's patent, Webst. Pat. C. 418; Favocett's case, 19 Law Times, 237.

A7) Ex parte Ilenson, re Alcock, Webst. P. C. 432. Re Prosser’s patent; re
Pinkus's patent, 4 Law Times, 409,
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Solicitor-General reported in favour of both of them. The Lord Chap.

%63 cellor referred it back to the Solicitor-General, *to report whethe
| | the patents clashed, and if so, who was the first inventor, not why
first presented the petition.(s)

40. The question before the Lord Chancellor is, whether there ig suff.
cient reagon for not affixing the great seal, whether he can see that the
Crown has been deceived. He will not enter into any very particuly
inquiry whether the invention is useless. If he thinks it, or any part of
it, new and the subject of a patent, he will not refuse to affix the gres
seal.(/) If there is any clause in the patent which the Lord Chancelle
thinks improper, he will not seal it.(%)

41. When the report of the law officer, to whom the matter is referred
is unfavourable to the petitioner, a second petition may be prescnted, sup.
ported by affidavits setting out the facts, and excepting to the report of
the law officer, and upon that the Chancellor will adjudicate,(x)

Where the evidence, as to who was the original inventor, was very con.
flicting, the Solicitor-General reported, that the whole of the questions
between the parties had better be considered in a court of law, and recom.
mended that both patents should be sealed. The Lord Chancellor said
there must be a very strong case after that to prevent cither patent pass.
Ing the great seal.(y)

42. Costs may be given for or against the parties opposing at the dis.:
cretion of the Court. In onc case where he thought the opposition not .
unreasonable, Lord Eldon refused to give costs.(z) Since 1t has been the |
practice to give them, oppositions at the great seal have been much less |

frequent. !

!

It has been considercd not a reasonable ground of opposition, that the |
party entering & caveat thinks that the applicant cannot carry out his:

invention without using some patent of the party opposing.(a)
" The taxation of costs in the absence of any special *directions
[ ¥647 _. : . g
will be conducted in the ordinary manner, and upon the same

prineiples on which the taxation of costs in a chancery suit, between party

and party proceeds.(b)
Theg Lord Chancellor has only jurisdiction to give the costs. An order :
for the costs, charges, and expenses of and occasioned by the caveat and

opposition, is erroncous.(c) |

3) Re Griffiths’ patent, re Samuda’s patent, 5 Law Times, 141.

t) Cutler's patent, Webst. P, C. 518. Ix parte Daly, Vern. & Scriven, 409 ; S
C. Webst. P. C. 432.

(#) Ex parte Heathcote, in re Lacy, Webst. Pat. Ca. 431; S. C. Rep. 1829, 202
Ex parte O'Reilly, 1 Vesey, 112.

§x Cutler's patent, Webst, P. C. 410.

y) Re Prosser's patent, re Pinkus’s patent, 5 Law Times, 189.

(2) Cutler's patent, Webst, Pat. Ca. 430; S. C. 4 Mylne & Craig, 510, In re Al
cock, 4 M. & C. 611. Ex parte Fox, 1 V. & B. 67,

%bg Cutler's patent, 4 Mylne & Oraig, 510.

¢) Coates’s patent, 10 L. J, N. 8. Chy. 248.

(a) Prosser’s patent, 5 Law Times, 189. i
¥
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SECTION VII.—THE LETTERS PATENT.

43, By stat. 16 Viet., which repeals stat. 15 & 16 Vict. cap. 83, s, 17.
all letters patent for inventions granted under the provisions of the Patent
Law Amendment Act, 1852, except in the cases provided for in the
fourth section, shall be made subject to the condition that the same shall
be void, and that the powers and privileges thereby granted shall cease
and determine at the expiration of three years and seven years respective-
ly from the date thereof, unless there be paid before the expiration of the
said three and seven years respectively, the stamp-duties in the sch‘edule
to that Act annexed, expressed to be payable before the expiration of the
third year and seventh year respectively ; and such letters patent, or a
duplicate thereof, shall be stamped with proper stamps, showing the pay-
ment of such respective stamp-duties, and shall, when stamped, be pro-
duced before the expiration of such three years and seven years respec-
tively, at the office of the Commissioners, and a certificate of the produc-
tion of such letters patent, or a duplicate stamped, shall be indorsed by
the clerk of the Commissioners on the letters patent or duplicate, and a
like certificate shall be indorsed upon the warrant for such letters patent
filed in the said office.

44, By the 15 & 16 Viet. cap. 83, s. 18, the Commigsioners, so soon
after the sealing of the said warrant as required by the applicant for the
letters patent, shall cause to be prepared leiters patent for the invention
according to the tenor of the said warrant, and it shall be lawful for the
Lord Chancellor to cause such letters patent to be sealed with the great
seal of the United Kingdom ; and such letters patent so sealed shall ex-
tend to the whole of the United Kingdom of Great Britain and Ireland,
*the Channel Islands, and the Isle of Man; and in case such war- _, 65
rant so direct, su. « letters patent shall be made applicable to her (769 ]
Majesty’s colonies and plantations abroad, or such of them as may be
mentioned in such warrant, and such letters patent shall be valid and
effectual as to the whole of such United Kingdom, and the said islands
and isle, and the said colonies or plantations, or such of them ag afore-
sald; and shall confer the like powers, rights, and privileges, as might,
In case this Act had not been passed, have been conferred by several let-
ters patent of the like purport and effect, passed under the great seal of the
United Kingdom, under the seal appointed to be used instead of the great
seal of Scotland, and under the great seal of Ireland respectively; and
made applicable to England, the dominion of Wales, the town of Berwick-
upon-1'weed, the Chanuel Islands, and Isle of Man, and the said colonies
and plantations, or such of them as aforesaid, to Scotland and to Ireland
respectively, save as herein otherwise provided. Provided always, that
nothing in this Act contained, shall be deemed or taken to give any effect
or operation to any letters patent to be granted under the authority of
this Act in any colony in which such, or the like letters patent, would be
invalid by the law in force in the same colony for the time being.
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SCOTLAND.

45. By stat. 15 & 16 Viet. cap. 83, 8. 18, it is provided, that a trans.
cript of the letters patent shall, so soon after the sealing of the same, ang
in such manner as the Commissioncrs shall direct, be transmitted to the
Director of Chancery in Scotland, and be recorded in the records of
Chancery in Scotland, upon payment of such fees as the Commissioner;
shall appoint, in the same manner, and to the same effeet in all respects
as letters patent passing under the seal appointed by the treaty of Unio
to be used in place of the preat seal of Scotland, have heretofore been re.
corded ; and extracts from the said records shall be furnished to all parties
reguiring the same, on payment of such fees ag the Commissioners shall
dircet, and shall be received in evidence in all courts in Scotland, to the
like cffect as the letters patent themselves.

Seo rules forthe regulation of the office in Appendix.

[ %00 ] *IRELAND.

46. By scction 29, the Commissioners shall cause a transeript of the
said letters patent to be transmitted for enrolment in the Court of Chan
cery, Dublin, and shall cause the same to be enrolled therein; and the
transcript or excnplification thenceforward shall have the like cffect to
all intents and purposes as if the original letters patent had been enroll-
ed in the Gourt of Chancery in Dublin.

Sce rules in Appendix.

The cffect of the above provisions is to make the patent for cach king.
dom distinet from that for either of the others, so that a judgment given
ageinst the English patent will not affect the Scoteh or Irish record of it,
but each must stand or fall by jtself. See sections 29, 39.

THE COLONIES.

47. At present no patent are granted for the colonies. Patents for
the colonics have hitherto passed as Boglish patents under the great seal.
They have been granted cither by including them in the English patcat

or by an oider 1n council extending the grant to certain colonies.(d) The -

custcm has been to grant a privilege through the Privy Council, enabling
patentees in the Crown colonies to deposit official copies, or authenticated
copies, of the patent and specification, which are thercby made as good
evidence in the colonies as the production of the originals.(¢) This is ne-
cessary to enable the patentee to try questions of infringement in the
colonial courts.

Patent: may also be granted by acts of the colonial legislatures. In
Canada the cost is about £7. (f)

{d) Webst. Tat. Ca. 444, 448, (¢) Report on Patents, 1851, 65, Carpmacl.
S ) Report on Patents, 1851, 98.

l




PROCEEDINGS TO OBTAIN LETTERS PATENT, 61

It does not appear that there is any protection of patent property in
the Bast-India. possessions.(g)

*SECTION VIIT.—MISCEL\ANEOUS PROVISIONS. [ *67 ]

Time of applying for Seal— Proceedings in case of the Death of Appli-
cant—New Letters Patent in case of loss—Antedating Letters Patent.

48. By section 19 it 18 provided, that no letters patent, save ag here-
inafter mentioned in the case of letters patent destroyed or lost, shall
jssue on any warrant granted as aforesaid, unless application be made to
seal such letters patent within three months after the date of the said
warrant,

49. By section 20 it 18 provided, that no letters patent (save letters
patent issued in lieu of others destroyed or lost) shall be issued, or be of
any force or effect, unless the same be granted during the continuance of
the provisional protection under this Act; or where a complete specifica-
tion has been deposited under this Act, then unless such letters patent
be granted during the continuance of the protection conferred under this
Act by reason of such deposit, save that where the application to seal
such letters patent has been made during the continuance of such pro-
visional or other protection as aforesaid, and the sealing of such letters
patent has been delayed by reason of a caveat or an application to the
Lord Chancellor against or in relation to the scaling of such letters
patent, then such letters patent may be scaled at such time as the Lord
Chancellor shall direct.

50. By section 21, where the applicant for letters patent dies during
the continuance of the provisional protection, or the protection by reason
of the deposit of a complete specification (as the case may be), letters
patent may be granted to the executors or administrators of the applicant
during the continuance of the provisional or other protection, or at any
time within three months after the death of the applicant, notwithstand-
ing the expiration of the term of the provisional or other protection; and
the letters patent so granted shall be of the like foree and effect ag if
they had been granted to the applicant during the continuance of the
provisional or other protection.

o1, If the patentee dies after the sealing of the patent, the 68
exccutor cannot file the specification. In most cases the *patent [705]
will be irretrievably lost. DBefore the passing of the Act, if an inventor
died, his executor might have taken out the patent; and in some cases,
on special application, an extended period appears to have been allowed
for enrolling the specification,—in one case eighteen months. (%)

If the patentee died after the sealing of his patent, but before he had
signed and acknowledged his specification, the patent was lost, but

the exceutor might have taken out a new onc if the seeret had not ot
abroad.

(#) Report on Patents, 1829, 102.
(%) Darcy’s case, Nov. 1828; Report on Patents, 1829, 24, 26, 37, 86,
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52. By section 22, in case any letters pafent shall be destroyed o
lost, oiher letters patent of the like tenor and effect, and sealed, apg
dated of the same day, may, subject to such regulations as the ODIIHI]]E.
sioners may direct, be issued under the authomty of the warrant in pur
suance of which the original Jetters patent were issued.

This provision i3 rendered necessary by sect. 27, which provides tha
no enrolment shall be necessary.  With regard to patents under the ney
Act, there is no record in the Court of Chancery of which a constat o
exemphﬁc'ttmn could be given, under the provisions of 13 Eliz. cap. ¢
to prove the grant in case of the loss or destruction of the original letter
patent.(2)

53. By section 23, any letters patent to be issued in pursuance of this
Act may be sealed and bear date as of the day of the application for the
same; and in case of such letters patent for any invention provisionally
registered under the ¢«Protection of Inventions Act, 1851, as of the day
of such provisional registration, or, where the I‘LW oﬁccr to whom the
application was referred, or tho Lord Chancellor, thinks fit and directs,
any letters patent may he sealed and bear date as of the day of the seal
ing of such lctters patent, or of any other day betwcen the day of such
application or provisional registration and the day of such sealing.

Before this enactment, letters patent could not have heen sealed as of
a day before the date of the delivery of the warrant for the patent to the.

sggq Lord Chancellor.(%) Iitherto, *where by reason of a caveat a
L9971 the great seal delay has taken place in the sealing of letten
patent, they have been generally sealed as of the day of the receipt of
the privy seal bill. é

54. By scction 24, any letters patent issued under this Aect, scaled,
and bearing date as of any day prior to the day of the actual sealing
thercof, shall be of the same force and validity as if they had been secaled
on the day as of which the same are expressed to be secaled and bea
date: provided always, that save where such letters patent are granted
for any invention in respect whercof a complete specification has been
deposited upon the application for the sume under this Act, no proceed
ing ab law or in equity shall be had upon such letters patent in respect
of any infringement committed before the same were actually granted.

09. By scetion 52, letters patent may be granted in vespect of appl
cations made before 1he passing of this Act, in like manner and subject
to the same provisions as if this Act had not been passed.

56, Stat. 15 & 16 Vict. cap. 83, s. 53, and stat. 16 Viet. cap. , 8
4, provide for the granting of lettcrs patent for England, or Ireland, o
Scotlund, where patents have been granted for one or more of the threei
kmgdoms before the passing of the first-mentioned Act. No such letter
patent can be granted if the patent is alrcady specified, or the invention
used or made public in either of the three kingdoms.

07. By stat. 16 Vict. cap. y 8. 7, the conditions contained in let:

(¢) As to a constat or exemplification of a record, see 5 Co. Rep. 63 &, 544}
Page’s case,

(#) Stat. 18 H. 6, cap. 1; see Cutler's patent, Webst. P, C. 430; and cases it
note.
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tors patent granted under the Patent Law Amendment Act, 1852, and
pefore the passing of that Act, are to be deemed complied with on pay-
ment of the stamp-duties which would have heen required had the letters
patent been granted after the passing of that Act. The provision re-
quiring indorsement on the letters patent or a duplicate, and on the
warrant of a certificate of the production of the letters patent, properly
stamped, is to be applicable in the case of such letters patent granted
before the passing of the Aect.

*CHAPTER XI. (%70 ]
TITLE OF PATENT.

1. TrE title of the invention in the patent must agree with the inven-
tion as claimed in the specification; the language of the patent may be
explained and reduced to a certainty by the specification, but the patent
must not claim one thing, and the specification another.(a) |

2. It was stated to the Committee of 1829, that few things were more
dificult than to prepare a title to a patent so that it might not be so
clear as to call the attention of rivals, and enable them to discover the
subject, and not 8o obscure as to endanger the existence of the patent in
a court of justice, as containing an imperfect definition of the invention
described in the specification.(0) The grant of protection from the date
of application, has now I a great measurc removed this difficulty.(c)
Still, however, an inventor is obliged to prepare the title of his patent
before he can safely venture on trial of his invention. Material improve-
ments may suggest themselves after the patentee has secured his right.
The patentce may include such improvements in his specification if they
are merely improved means of carrying the invention into effect. If
they are distinct inventions, an attempt to include them will avord the
patent.

3. If the title i1s for one thing, and the specification deseribes an-
other,(d) as a patent ¢ for making white lead,” the substance made being
a white substance, like white lead, the patent is void, becausc 71
there is no specification cnrolled of *the invention protected by [*71]
the patent. 'Where the title necessarily embraces more than the specifi-
cation deeribes, the entire patent is void, because the entire discovery of °
all the things for which the patent is taken out, is the consideration for
which the patent is granted by the Crown.(¢)

(¢} Epitome of the Law relating to Patents, by J. W. Smith, 19.

6) Rep. on Patents, 1829, 19 per Tindal, C. J. 8 Q. B. 1005.

¢) Stat. 15 & 16 Vict. cap. 83, s. 8, &c.

d) Turner v. Winter, Dav. Pat. Ca. 145, 155; Webst. P, C. 7.

¢) Bloxam v. Elsee, 6 B. & C. 169; Cook v. Pearce, 8 Q. B. 1063, Tindal, C. J.;
Jessop’s case, 2 H. Biack. 476, 489; Rex v. Wheeler, 2 B. & A. 345; Morgan v.
Seaward, 2 M. & W. 544,
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4. A patent is not void simply on the ground that its title is conceiye
in such terms as to pe capable of comprising some other invention b,
sides that described in the specification, in the absence of any proof of

fraud upon the Crown, Accordingly, the title of a patent being «fy
improvements in carriages,” where the invention was an improvement
German shutters, which are used in some kinds of carriages only, the
Court held that the title might be taken to mean improvements in sou;
kinds of carriages, and that the patent was valid.( /)

The title should give some idea, and, as far as it goes, a true idea, of
the invention ; 1t 1s sufficient if it be consistent with it. A title for «gq
improved application of air to furnaces,” is a good title of an inventio
for the use of heated air.(9) An invention of a means of giving paper
by the application of a certain composition, such a surface as renders th
lines of copper-plrte printing more distinet, is properly described as ¢
improvement in copper-plate printing.” (%)

The title of a patent was ¢ for improvements in making bobbin-net
lace.”© The invention was a mode of making spots in it. Hell
good.(¢)

Patent for ¢ improvements in the manufacture of plaited fabrics”
The invention was of a single improvement, by a combination of pre.
cesses in the mode of manufacturing them. Ield not to be an incon.
sisteney invalidating the patent.(4)

9. The judegment of the Court of Quecn’s Beneh, that a patent might

79 be void, if the vagueness of the title was such as *not to dis
[#72] close o point out the particular improvements for which the
patent was obtained, was overruled in the Exchequer Chamber.(f)

The title appears to have been formerly looked at with considerable
strictness.  Metealfe’s patent was repealed, because a hair-brush, made
with clusters of bristles of unequal length, was deseribed in the title a3
¢ tapering brush.” (m)

Lord Cochranc’s patent for ¢¢an improved method of lighting cities,
to /ns, and villages,” the invention being an improved lamp, particularly
applicable to hrrhtmn' streets, was held bad ()

So Wheeler's patcnt for «a new method of drying and preparing
malt;”’ the invention being a method of roasting it after it was made,
for the purposc of colourmg beer. (o)

6. The title nced not suggest the purposc of the 1mprovements; but

- if a purpose is suggested, to which the invention proves not to be appli

cable, the patent is void.( )

(/) Cook v. Pearce, 8 Q. B. 1044 ; sce Macalpine v. Mangnall, 3 C. D. 512,
(7) Neilzon v. ILntnrd Wehst, I"lt Ca. 333, Lord Ahmgcr.
(£) Sturtz v. De la Rue b Russ, 322,
t) Fisher v, Dewick, & (’i B. 103G, stated by Sir F. Pollock.
(4} Nickels v. Hn:-.lnm, { M. & G. J?B, sce also Beard v. Egerton, 3 C. B. 122;
Rez. v Milly, 10 C. B. 879.
() Cook v. Pearce, 8 Q. B. 1044,
m) Rev v, \Iettﬂlfc, 2 Stark. N. P. C. 249.
(#) Lo Cochrane v. Smethurst, 1 Stark. N. P. C. 205.
(o) Rex v.Wheeler, 2 B. & Ald. “la see 8 Q. B. 1060.
(p) Felton v, Greaves, 3 Car, & Pay 611,
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Mr. Sweet, referring to the judgment of Mr. Baron Parke in Morgan
¢. Seaward, recommends the avoidance of the word ¢ improvement,”
hoth in the title and specification, by way of caution; stating at the
ame time, that its absence would probably not save a patent, if the
invention claimed in it was useless.(q)

7. Vagueness of title is an objection that may be taken on the part of :
the Crown before 1t grants the patent.(r) Should the title of a patent,
applicd for under the recent Act, appear too large or insufficient, the law
officer to whom the application for the patent is referred, may allow or
require the same to be amended.(x)

8. The patentee 1s bound in his specification to describe all the im-
provements in his invention which he may have made up to the time of
fling his specification ; but in doing so, he must be very cautious not to
include any invention which cannot be comprised under the title of bLis
patent. Should he *attempt to include a claim for such an in. .,
vention in his specification, the patent will be void. In Croll v. [ S ]
Edge, the title of the patent was ¢ for improvements in the manufacture
of gas, and 1n the apparatus used when measuring and transmitting gas.”
The specification enrolled, recited a patent with a title ¢ for improve-
ments in the manufacture of gas, and in the apparatus used therein, and
when transmmtting and measuring gas.” The invention, in addition to
improvenments in the mode of manufacturing and measuring gas, claimed
a new mode of setting and manufacturing clay retorts. The patent was
held void. The Court said, no one could doubt that the main claim of
the specification was an lmprovement in the apparatus for manufacturing
ras. No patent had been granted for that. They considered the enrol-
ment of the specification as an attempt, either to remedy an oversight, or
toextend the patent; and that the patentec had not specified the restricted
patent which he had obtained. (i)

9. Evidence of a design on the part of the inventor to choose a vague
and general title, in order to avail himself at the time of filing his speci-
fication of an Invention not discovered at the date of his patent, such
invention beiug ditferent from that for which the patent was really taken
out, would be evidence of fraud upon the Crown, and avoid his
patent.(w)

10. Defects in the title may in some cases be cured by a disclaimer.(x) -
It scems that a discl imer need not be expressly applied to the title. A
disclaimer of certain party of an invention scems to be a disclaimer of
the title, so fur as 1t is applicable to such parts,(7)

11. Pleas, that the patentee did not particularly deseribe the nature
of his invention; and that the invention described is different from that
for which the patent is granted, are proper to raise the ques*’ n ot the

(7) 7 Jarman, by Sweet, 503, 579. () Cook v. Pearce, 8 Q. B. 1064.
(s} Stat. 15 & 16 Vict. cap. 83, s. 8.

Et) Croll v. Edge, 10 Law J. C. P. 261; 8. C. 9 C. B. 465.

ug See Cook v, Pearce, 8 Q. B. 1064,

}r Stat. 5 & 6 Wm. 4, cap. 83,s. 1. Sce post.

y) Per dervis, C. 4., and Maule, J., 10 C. B. 390, 396, Reg. v. Mill.

JANUARY, 1853.—5
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sufficiency of the title.() If the title is set out in the plea, it must be
set out accurately.

[*74 ] *QHAPTER XIL

SPECIFICATION.
SECTION I.—GENERAL RULES.
The Languaye and Construction of the Specification.

1. Every patent contains a condition that it shall be vod, if the
patentee daes not particularly deseribe and aseertain the nature of his
invention, and the manner in which the same is to be performed, by
justrument in writing under his hand and scal, within a eertain time
named in the patent. This period is allowed to give him opportunitics
of perfecting his invention by experiments, and calling to his assistanee
the knowledge and experience of others, in order that he may make his
specification as clear, corrcet, and comprehensive as possible. The objeet
of the specification is to put the public in full possession of the inven-
tion, to the end that it may be generally exercised after the expiration of
the period of protection granted by the patent.(«)

2, In preparing a specification, it is necessary to examine thoroughly
t the existing state of the art in which the invention is made, and all 1mn-
provements and inventions which have from time to time been patented.
cither here or abroad, or otherwise made public in the United Kingdon
or colonles; to compare the new invention with all past knowledge o
tiic subject, and to ascertain exactly in what the improvement consists.
The patentee must then consider whether the invention is new in princi-
ple, that the claim may be made as large as possible, so as to prevent
any adaptations of the principle by differcut machinery. If it is merely
an old principle, carried out by new and improved machinery, the claim
(475 ] ‘5’1111,15513 be rcstric_ted to‘tlmt which is really new in the mode of

working, W'he invention must be defined in the clearest and
plainest terms which the subject admits of ; care being taken to avoid
clarming principles which the patent does not show how to carry out inte
practice. The title of the patent must be looked to, that nothing may be
claimed which does not fall within the terms of it. Nothing is to he
claimed which is not new and useful.  Vague generality inust be avoided.
lest something not new and uscful should he embraced. The object and
purpose of the patent should be stated, and care taken that purposes are

B (f-;)}pCm]l v, Engi‘, 19 LIH'.- J.: (1. P. EGI: D C. b. 41‘}:1; SOe Slﬂilll Y, L'au'o:;', i ('._
. ey,

(7} Per Lovd Mansfield, Liardet v. Johnson, Webst. Pat. Ca. 54, n.
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not stated to which the invention is not applicable. No claim should be
made for any invention not indicated by the provisional speeification.

3. The mode in which the invention is to be earried into practice 1s to
be stated fully and fairly, in plain language, avoiding the use of terms
which, even if scientifically correct, are not well understood 1n the trade
to whicl the invention has reference. The best manner known to the
patentee, of carrying out hig invention at the date of filing his specifica-
tion, should be stuted ; any improvements made by him after the time of
obtaining his patent, and before specifying, should be included. Pro-
cesscs, and the proportions of the ingredicnts of any composition, must
be deseribed with the greatest certainty which the subjeet may adniit of.
The uses of all, and any part of any machinery, should be stated, and
all ambiguity should be sedulously avoided.

4. No technieal words are necessary to explain the subject of a patent.
Objections merely formal do not affect the substantial merit of the pa-
tentee.  T'hiec mere terms are not to be constdered, but the real nature of
the thing deseribed. (3)

The langnage of the specification is nccessarily that of the factory ;
the technieal terms and cxpressions of thie workshop must be used, in
order that workmen may understand the deseription of the invention.(c)
Mr. Spence says, ¢ Where perversions of the natural meaning of words
exist In the particular trade at the date of the patent, it is not wise to
manifest any fastidions disregard of them. It may be neeessary some-
#times to guard against any peculiar difliculties that may arise 27
m ascertaining the true nature or character of the invention, ow- [*76 ]
ing to the use in the trade of terms or expressions in a peculiar technieal
sense, widely removed from that which is their ordinary and natural
meaning.” ()

A specification may be correct, scientifically speaking, and yet fail to
inform a workman, if the terms used are such as are not commonly
known 1n trade, A specification stated, that there was to be added to
size eertain proportions of the finest and purest chemieal white lead. It
was proved that if a workman had gone to a chemist’s shop, and asked
for the finest and purest chemical white lead, the answer he would have
received would have been that there was no such substance known in the
trade. 1lc would then have been coinpelled to ask for the purest and
finest white lead. The purest and finest white lead that could have been
procured in Liondon, would not have answered the purpose.  The Court
said, ¢The purest and finest chemical white lead must be taken to mean
the purest and finest white lead usually gotten in the general market for
that commodity. The public should have been warned, that what would
be called very fine white lead, would not answer, but only white lead of
a superlatively fine character.”(e)

(6) Lord Kenyon, Ifornblower v. BDoulton and Wait, 8 T. R. 98; Boulton and
Watl v. Bully 2 11, Black, 475, 477; see Minter v. Mower, Webst. Pat. Ca. 141.

(¢} Carpmacl’s Law Reports on Patent Cases, Preface.

(d) Spence on Specifications, 137.

(¢} Sturtz v. Dec la Rue, b Russ. 327. This seems to have been a case of frands
ulent concealment. Sce Report on Patents, 1829, 106.
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5. A specification is not bad which is unintelligible to ordinary work.
men, if it is only unintelligible beeause it uses scientific terms not under.
stood by them. Lord Abinger said, ¢ Where a specification uses sciep.
tific terms which arc not understood, except by a person acquainted wit),
the nature of the business, the specification is not bad because an ordinary
man does not understand it, provided a scientific man does ; but where it
does not profess to use scientific terms, and an ordinary man reading tle
specification is misled by it, it 13 not good.”’( /')

6. Well-known machinery need not be deseribed where the specifica.
tion direets it to be used in carrying out the object of the patent.(y) In

T a patent for the hot blast, it *wwas held that the specification need
L*T7 1 not describe any precise mode of heating air.  Persons who are
In the habit of constructing heating apparatus, know the ordinary rules
and common conditions to be attended to in heating air. It was, there.
fore, properly left to cvery one to do it in the way he might think
best. (%)

7. A specification need not contain everything at length relating to
the subject-matter, but may refer to other public instruments, or to
general sources of knowledge, which any person of reasonable skill or
information cn the subject may be fairly presumed to know. But it
should not refer to particular works, which 2 man 1ay, or may not,
possess.

A patent and specification being recorded, are instruments of a public
nature, of which every one is bound to take notice at his peril.  Where
a patent reeited a former patent, and stated that the patentee had ju-
vented certain improvements in the former machine, for whieh improve-
ments another patent was prayed, and the specification described and
figured the whole machine as improved, it was held that the reeital in
the letters patent of the prior patent incorporated it, and that the insuff-
ciency of the specification of the second patent, which without such
reference did not distinguish the old parts of the invention, was cured
by reference to the first patent and specification. (¢

8. Itissaid to be scttled that a drawing alone may be a sufficient
specification.(£) DBut it is more convenient and usual to accompany
the drawings by a description. Drawings are not necessary if the pa-
teutee so deseribes his invention as to cnable artists to adopt it when
the monopoly expires. 1If the specification can be made intelligrible with-
out them, there is no rule of law which requires models or drawings to
nccompany it.(f) 1f there are drawings, they are to be considered a part
of the spccification. The meaning of terms used may bhe narrowed aud
restricted by reference to the drawings.(m)

J. The letters patent and speeification are to be taken together as onc

(/) Lord Abinger, Neilson v. ITarford, Webst. Pat. Ca. 241.

(7) Webst. Pat. Ca. 110, Crossley v. Beverley.

%h) The Househill Company v. Neilson, Webst. Pat. Ca. 687, T123.
t) Harmar v. Playne, 11 East, 105.

(%) Brunton v. Hawkes, N. P. 1 Carp. R. 410, Abbott, C. J.

{l] Boulton and Watt v. Bull, 2 H. Black. 480.

m) Barber v. Grace, 1 Exch. 339. Sec further, Bloxam v. Elsece, 1 Car. &
Payne, 558,
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jnstrument. The specification is always *taken to be a declara- ¥78
tion and explanation of the title, ascertaining the nature of the L*78]
grant to the patentece. By stating the object of the invention, the title
may confine and limit the specification. The presumption is, that the
claim is not larger than the title.(n) The construction of the patent to
the extent of saying what the patent truly claims, is a matter of law.
The Court, and not the jury, must say whether or not a patent is de-
fective, from the patentee attempting to cover too much by his specifi-
cation.

The specification may be explained by evidence of the meaning of
technical words. The meaning of the words of art, and phrases used in
commeree, and any facts and circumstances naterial to be considered for
the purpose of explaining the specification, must be left to the jury.(o)
Then it 13 to be left to the jury, whether, according to their judgment,
there 15 or is not a suflicient description of the invention which the Court
thinks 18 elaimed.( p) 1Itis the duty of the jury to take the construction
of the 1nstrument from the Court. All questions arising on the face of
the patent and speeification, except those which relate to the explanation
of the terms of art employed, such as questions arising on a comparison
of different parts of the specification together, or of the patent and spe-
cification, are for the Court.(¢)

10. IPatents are to be considered as bargains between the inventor and
the publie, to be judged of on the principle of keeping good faith, and
to be construed as other bargains.(#) The Courts endeavour to deal
fairly between the patentee and the publie, reading the patent and speci-
fication so as to ascertain the meaning of the patentee, taking the whole
together In a fuir and candid spirit.  They will not willingly deprive in-
ventors of the advantages which their own ingenuity and talents entitle
them to receive, and certainly will not be by any merns astute to pick
holes in specifications, though *they will take care that the dis- 70
covery of the invention is fairly secured to the public.(s) L*79]

11. Words are to be taken asused in their ordinary and popular sense,
unless the usage of the trade has fixed a peculiar meaning on the terms,
or the context necessarily gives another sense than the ordinary and
popular sense.(¢) Lerms of art may be explained by evidence, and it is
for the jury to say in what sense they are understood i the trade.(u)
The question Is how they would have been understood at the time of
completing the specification.(x) The facts may be such, that, applying

(n) Crossley v. Beverley, Webst, Pat. Ca. 117; The Houschill Company v. Neil-
son, Wehst Pat. Ca, 6785 Newton v, Vaucher, 6 Lixel, 866.

(0} The Househill Company v. Neilson, Webst. Pat. Ca. 678 ; Hill v. Thompson
wud Forman, 3 Mer. 626; Webst, Pat. Ca. 237, S. C.

(p) Neilson v. Harford, Webst. Pat. Ca. 350; ib. 370.

(9) Derosne v. IFairic, Lord Abinger, N, I>. Webst. Pat. Ca. 156.

() Cartwright v. Arnott, Easter Term, 1800, Lord Iildon, cited 11 Last, 107;
Rep. on Patents, 1829, 102,

(¢) Russell v. Cowley, Webst. Pat. Ca, 470; Neilson v. Hurford, Webst, P, C.
3103 Wedlake v. Gardner, 7 Law Times, 283.

(¢) The Household Company v. Neilson, Webst. Pat, Ca. 679.

(1) Derosne v. Fairie, Webst. Pat. Ca. 166, Lord Abinger, N. P.
(«) Heath v. Unwin, 13 M. & W. 593; Crossley v. Beverley, Webst. Pat. Ca. 107;

per Alderson, Heath v, Unwin, 19 L. T, 275; 16 Jur. 996.
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the specification to them, the words may be construed in some sccondary
sense. The specification of & patent for buttons cluimed the use of «soft
or organzine silk, such as is used in the weavirfg of satin.”  Coltman, J,
having directed the jury, in answer to 2 question how they are to under-
stand the word ¢ or,” that unless the silk was organzine 1t was not within
the patent, the Courtof lixehequer Chamber held, that he should have told
the jury that ¢« or” might be construcd In the scense of ¢ otherwise,” ja.
stead of disjunctively, if organzine was the only silk used in the weav-
ing of satin.(y)

12, The inaccurate use of a word, if what is intended is clear, will
not vitiate a specification; as the word ¢ self-adjusting,” in Minter's
patent. So ¢ baking” for «boiling,” and ¢« discoloration” for discharge
of colour. So the uscof a French word having another meaning in English,
as sviee” for serew. It would be otherwise if the meaning was not ex.
plained by the context, or if the inaceurate expression could mislead.(z)

SECTION II.—TIHE CLAIM.

13. The object and purpose to which the patentce means to apply his
807 patent should be kept distinc_t from that which is *more properly
the process by which the objeet is meant to be attained. The
mixing them together, and not keeping them separate and distinet, tends
very much to obscurity in the speeification.(«)

The plan adopted in the specifieation in the Ilectric Telegraph Com-
pany’s patent for transmitting signals, was to give an account of the
whole method of transmitting electric currents for the purpose of giving
signals, and the modes of giving those signals, speeifying afterwards the
parts claimed as improvewents, and cither expressly disclaiming or leav-
ing unclaimed the rest,  Insuch a speeifieation, the part which deseribes
the matter claimed, is construed much more strietly than that which, though
necessarily mentioned, is not spoken of as a new matter, or as the sub-
jeet of the patent, but only as something known, and necessary to he
referred to for the purpose of explaining the clain,  The words ¢ metathe
circuits” were construed to mean all cireuits metallie, as far as 1t was
material to the improvements claimed that they should be so. The Conrt
would not construe the expression with more strictness and precisicn
than was necessary to cenable it to fulfil the purpose of explanation for
which it was introduced, not go as to narrow the claim of the patentees
to signals applied to cireuits exclusively metallic.(0)

14. The patentce must not clain auything not covered by the title of
hig patent. A patent was granted for certain improvements in the manu-
facture of gas, for the purpose of illummation, and m the apparatus
used for measuring and trausmitting gas.  The patent having claimed a

(#) Elliott v. Turner, 2 C. B. 446,

(z) Minter v. Mower, Webst, Pat. Ca. 1415 Neilson v, Harford, Webst. . G, 568
Bloxam v, Lisee, 1 C. & P, 538,

%rz) Gibgon and Cumpbell v, Brand, Webst, Pat, Ca. 629, Tindal, G, J.

b) The Electric Telegreph Company v, Brett and Little, 20 L, J. G, P, ¥, 8, 123,
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-+ mode of manufactrring and setting clay retorts, the patent was held

rui”.(ﬂ)

1d. The specification must state truly the nature of the invention. A
patentee having invented a new mode of combining cotton and silk in the
making of lace, by his specification claimed the exclusive liberty of
making lace composed of silk and cotton mixed, the same materials hav-
ing been, previously to the date of the patent, used together, The patent
was held void.(d) Where the invention isof a new *combination +81
of materials previously in use, the specification must clearly ex- L*el]
press that the patent is in respeet of such new combination or application
merely, and not lay claim to an original invention of the use of the ma-
terials.  Supposivg a previows use to have existed in the case, the speei-
fication should recite, that the materiuls had been in part but improperly
made use of, and claim the new mode of application and use.(e)

Bramah’s invention of conducting a wire through a hollow tube in a
water-closet, was very ingenious and perfectly new; but the patentee
having claimed the whole, and not the peculiar improvement, the patent
was held void.(/) One Williams added a pipe to supply air to an old
stove : the specification having embraced the whole stove, the patent was
held bad.(g)

In Saunders v. Aston, the invention was an improved button, in which
the flexible shank was substituted for the metal shank, by the aid of a
toothed metal collet. Neither the button nor the flexible shank was new,
and the operation of the collet was not claimed as the invention.(/)

16. If a person who discovers the application of a prineiple, and also
some modeof carrying that principle out in praetice, so as to attain a useful
offect, claims the application of the principle, he is entitled to protection
agninst all other modes of carrying the same principle juto praetice for
obtaining the same result.  lle is not bound to narrow his claim for the
purpose of defeating his privilege.  Forsyth, having invented and specified
the means of exploding gunpowder by detonating-powder, and pointed
ot certain means by which the invention might be applied, was held en-
titled to the exclusive application of the detonating mixture as priming,
whatever the construction of the lock by which it was discharged.(7)

So Neilson, having diseovered the principle, that air heated *to g0
a hieh temperature was very cffective in blast-furnaces, embodied L7521
his prineiple, by directing that it should be heated in a separate vessel,
intermediately between the blowing apparatus and the point where the
air entered the furnace.(&) It was held not necessary that he should
claim any particular form of vesscl,

(¢) Croll v. Edge, 19 Law J. C. . 2615 5. C. 9 €. B. 465.

(d) Rex v, Else, Webst, Put. Ca,, 765 11 East, 109, =, C.

(e} Il v, Thompson, Webst. P. Q. 247,

(/) Bramah v. Hardeastle, Holroyd on Patents, €1; Webst, P. C. 76

(7) Williams v. Brodie, Webst. P. G. 75.

(/) Sannders v. Aston, 3 B, & Ad. 881.

(i) Forsyth v, Rivicre, Webst. P. C. 97 ¢ per Lord Cottenham, Neilson v. Thomp-
son, Webst, Pat, Ca. 283; Cochrane v, Draithwait, 1 Carp. R. 493, N. I, ; Neilson
v. Baird, Deeisions of the Court of Session, 2d series, vol. vi. B1.

Y Neilson v. Harford, Webst. . C. 281, 372 ; 8. C. 8 M, & W, 80G; Russell v.
] !

Cowley, Webst, P, C. 463.

}

t
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Watt’s patent merely claimed, in general terms, that the steam was to
be condensed in vessels distinet from the eylinders, though occasionally
communicating with them, without particularizing the size, shape, or
mode of communication with the cylinder. The patent was held good
by the Court of Quecen’s Bench, the Court of Common Pleas having been
previously equally divided upon 1t,(/)

17. But the patentce must be careful not to make his claim larger
- than his invention. A patent for a combination of materials and pro.
cesses to form artificial stone, stated a method of making it, in the course
of which alkali (American pearl-ash) was used, to be neutralized by acid
(sulphuric acid). It stated that other alkalies and acids would answer,
but none that that the patentee had tiied, so well as those named; ang
claimed as the invention the processes of mixing the powdered materials,
alkalics and acids, as deseribed. It was proved, that some acids and
alkaliecs would not answer the purpose; the Court said, if it was a elaim
of all alkalies and acids, it was bad, because some would not answer; if
it was a claim of those only which would produce the desired effeet, it
was bad, for not ascertaining them.(m) If the claim is too general,
E £83 1 *it precludes persons from working out inventions which have not
been really made by the patentee.(n)

A patentee claimed specific machinery for giving a vibratory motion
to the selvages of cloth, and went on to say, that it was not possible to
state every method practicable in detail, but that it must be understood,
that any mode of moving even one side or selvage of the cloth whilst
the other remained stationary, would be considered an evasion, if for the
purpose of drawing the threads into diagonal positions by mechanieal
means, instead of manual labour. It was urged that this elaim was too
large.(0) The test would scem to be,—Is the principle to be applied
new? If new, then the claim may be general, and will cover any me-
chanical means of producing the cffect. If not new, if the same thing
has previously been done by manual labour, then a claim to do it by any
machinery, being a claim for the machinery only, is bad.

18. If a specification speaks of the future intentions of the patentee,
that part of it 1s not necessarily to be treated as a claim, but may be
considered, according to the language of the specification, as merely
theoretical. Watt’s specification stated his intention, in some ecases, to
apply a degree of cold, not capable of reducing the steam to water, but

() Hornblower v. Boulton and Watt, 8 1. R. 95; Boulton and Watt v. Bull, 2
H. Black. 463. This casc is of the highest importance, as first estavlishing that
the wide application of a great principle may be the subject of a patent; but the
specification must by no means be taken as a model, notwithstanding the verdicts
in the two cases here referred to. It is said that a latitude was given to Mr, Watt
in favour of his great services, which the courts have never allowed in any other
case, because they took it for granted, on very insufficient evidence, that the direc-
tions were such as to cnable other persons to practise the invention; but they
were nof so in fact, Those who wanted to practise the invention could not do it
by that specification. It told them what they were forbidden to do during the
';%r;; of the patent, but did not tell them how to do it. Sce Report on Patents,

, 31.
(m) Stevens v, Keating, 2 Exch. 772. (n) Rep. 1851, 96.
(0) MacAlpine v. Mangnall, 3 C. B. 517. Sece Wyeth v. Stone, ante, 9.
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of contracting it considerably, so that the engines should be worked by
the alternate expausion and contraction of the steam, but stated no means
by which the intention could be carried into effect. Rooke, J. thought
that no action could be maintained in respeet of that, for he could not
anticipate the protection before he was entitled to it by practical accom-
plishment.( p)

19. Where the cffect produced is some new substance, or composition
of things, it should seem that the privilege of the sole working or making
ought to be for such substance or composition, without regard to the
mechanism or process by which it has been produced, which is subordi-
nate to the main lnvention, viz. the new substance.(q)

20. If the patentce claim a principle, while his invention is nothing
more than an application of the principle by new #machinery, his %84
patent 1s bad. A patentee claimed the principle of introducing [ ]
fuel at the lower part of the grate, in a perpendicular or oblique diree-
tion. The principle was not new. The patent was held bad, though the
application of the principle, as deseribed and invented, was new and
useful, and might have been well claimed.(7)

An 1nventor of a peculiar mode of connecting two retorts, used in the
manufacture of sulphate of soda, muriatic acid, and chlorine, with cach
other, and with the whole apparatus for condensing, claimed ¢ the inven-
tion of two retorts worked in connection with each other.”” The use of
two chambers with separate furnaces not heing new, the Court held that
the claim embraced too much.(s)

A claim that the invention is the application of a self-adjusting lever-
age to the back and scat of a chair, whereby the weight on the seat acts
as a counterbalanee to the pressure on the back, is a elaim of the princi-
ple. The claim was held bad, because it appeared that a chair, on the
same prineiple, had been made and sold before ; although the operation
of 1t was cncuinbered by additional machinery. Had the patentee rightly
deseribed his invention, and confined his claim to an improvement ox
such former mode of applying the principle, his patent might have been
z00d.(¢)

21. If the invention is of a new combination of old parts, or a new
process by means of such combination, the specification will be bad if
the parts are claimed separately.

Where an invention did not consist of two distinet parts, but of a
combination of cld and new processes, and had in fact one entire single
objeet only, namely, macerating flax, and spioning 1t, when maccrated,
by a machine, in which the drawing and retaining rollers were placed at
a certain distance from each other, the specification having claimed the
processes separately, the patent was held void.(u)

22, When a person obtains a patent for a machine, consisting of an

(p) Rooke, J. Doulton & Watt v. Bull, 2 1I. Bl. 480.

gq) Per IByre, C. J. Boulton and Watt v. Bull, 2 IL. Black. 452.

r) Rex v. Cutler, 1 Starkie, 354, (s) Gamble v. Kurtz, 3 C. B. 425.

tt) Minter v, Mower, 6 A. & E. 735; S, C. Webst. . C. 142; sce Reg. v. Bynner,
2 Law Times, 420.

(¢) Kay v. Marshall, 5 Bing. N. C. 492; Kay v. Marshall, M. R. 1 Beav. 535; sec
Gibson v. Brand, 4 M. & G. 179, 199.
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(785 ] entirely new combinat'ion of parts, tlu{ugh all *the parts Tay have

been used separately in former machines, the specification is cor.
rect in setting out and claiming the whole combination as the invention
but if a combination of a certain number of the parts of a machine has
previously existed in former machines, the patentee merely adding othey
combinations, the specification should only cluim such improvemnents,
though the effect produced be different throughout. The combination of
the parts before used should be disclaimed, and the claim restrieted to
the improvements invented, () | ‘

98, T'he invention must be described in such a manner as to lead peo.
ple clearly to know in what the invention consists.(y) The specification
must point out corrcetly what the invention is, in order that the public
may know what is the prohibited manufacture. They are cntitled to this
knowledge, in order that they may be saved inconvenience.  If 1t is left
ambiguous in respeet of what the privilege is elaimed, the patent is bad. (=)
Unicarned men look at the specification, and suppoese everything they find
there is new. If the whole is not new, it 18 hanging terrors over
them. («)

24, The specification should clearly define the limits of the new inven-
tion, and strictly confine the claim to that which is really novel; for if
the patentee by his specification states simply the whole machinery which
he uses, and claims the whole as new, and does not expressly or intelligi-
bly restrict his claim to some particular part; or to the combination of
the whole, his patent must be taken to be a patent for the whole and for
cach particular part, and will be void if any particular part turns out to
be old, or the combination itself not new.(4)

25. But it 1s not necessary that it should do so 1n express terms.  In
ascertaining whether a specification claims a combination, or the whole
[#86 ] and every p:u't-of a machine, tlilc whole *speecification nmust l:e

read together with candour and indulgence, to see what really is
claimed and deseribed as the invention ; it must be read as a person of
ordinary understanding would real it, and not scanned, word hy word,
as a plea would be.(¢)  If, taking the whole speeification together, and
viving its words a fuir and reasonable interpretation, the Court can sec
that the specification only claims the hinprovement on the old machine, it
will be suflicient. (/)

Thus, if known machinery is referred to as such, is ot Jeseribed with
particularity, and is spoken of or treated as well -uniey-t 1, while the
new machinery is described in great detail, and frow tl orjeet of the
piatent as stated, or any other expressions in the patent, the Court can

()} Bovill v. Moore, 2 Marsh, 2115 sce Allen v. Rawsgon, 1 C. T, 551.

() Morgan v. Seward, Webst, Pat, Car. 1735 Jupe v. Pratt, Webst, P, C, 1453
Holmes v. London and Nerth-Western Railway Company ; 20 Law Times, 112, C. P,

(z) Per Lord Cottenham, Neilson v. Thompson and Forman, Webst, 1. O, 2831
Macfurlane’v. Price, 1 Starkie, 199,

(¢) Bramah v. Iardcastle, Webst. . C. 76, n.

(4) Bovill v, Moure, Dav. P. C. 361; per Lord Abinger, Carpenter v. Smith,
Webst. P, C, 5325 cited 5 Lixch. 322,

(¢) Sellers v. Dickinson, 5 Exch, 312.

() MacAlpine v. Mangnall, 3 C. B, 515.
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gee that the new machinery is distinguished from the old, the patent will
be upheld.(e)

26. Ividence is not admissible to explain and support the patent, by

showing what the specification claims as new, The nature of the claim
must be determined by the speeification alone.( #)

+ECTION I1L.~—DESCRIPTION OF THE MANNER IN WHICIH TIHE INVENTION
IS TO BE PERFORMED.

27. The invention must be specified in such a way as that others may
be taught to do the thing for which the patent is granted, for the end
and meaning of the specification is to teach the publie, after the term for
which the patent is granted, what the art is. 1t must put the public in
possession of the scerct, In as ample and beneficial a way as the patentec
himself uses it.  The patent is the reward for the patentee’s disclosure
of Iis mvention. Unless, therefore, the discovery be true and fair, or if
the speeification be in any material point false or defective, the patent
cannot be supported.(y)

23. If two or more inventions be comprised in one patent, 87
*and either be insufficiently specified, the whole patent fails, If [ f ]
a person runs the hazard of putting two inventions into one patent, he
cannot hold his patent unless cach can be supported as o separate pa-
tent. (%)

L 4

29. The deseription of the manncr in which the invention is to be
performed is to be such that if fairly followed out by a competent work-

man, without invention or addition, would produce the manufacture

for which the patent is tuken out.(¢) In Avkwright’s cuse, the specifica- -

tion deseribed the several parts of improved machines for preparing silk,
cotton and wool for spinning. It did not deseribe the entire machines as
put together. It was impossible to say how they were to be made.
There were no suflicient directions to enable & workinan to put the parts
together,  Witnesses prove that it eould not be done from the written
specification ; that the machine in a complete state was casy to deseribe,
but that if they had hit wpon the same machine as that invented, they
should not have known 1t to be such from the written deseription. (%)

o0, If a specification contain an untrue statement in a material cir-
cumstance, of such a nature that, if literally acted upon by a competent
workman, it would mislead him, and cause the cxperiment to fail, the
speeification is bad and the patent s invalidated.(f)

(¢) Haworth v, Hardeastle, Webst. Pat. Ca. 484; 1 B. N, C. 182; Nickells v.
Ross, 8 C. B, 67935 see, as to the latter case, Reyg. v, Nickles, Hindmarch on Patents,
186.

(/) Nickels v. Ross, 8 C. B. 762, 722; Reg. v. Nickels, Hindmarcl: on Patents,
1885 Macfariane v. Price, 1 Starkie, 179,

(7) Rex v. Arkwright, Dav, Pat. Ca. 106, Buller, J.

k) Morgan v. Seaward, Webst. . G, 173.

1) Neilson v. Harford, Webst, P, C. 371.

() Rex v Avkwrieht, Dav. P, C. 106, 1144,

(#) Neilson v. Harford, Webst, P, C. 371 ; see Beard v. Egerton, 2 C. & K.; S. C.
r} C. B. 201, 212, per Wilde, C, J.; Turner v. Winter, Dayv. Pat. Ca. 164; 8. C. ]
T. R. 602,
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» Thus, if a whole class of substances are stated as fit to be employed

a3 carrying out the invention, and one of the cluss will not answer, the
patent will be avoided. A safety-fuze was to be made with a centre of
gunpowder, or other proper combustitle matter, prepared i the usual
pyrotechnical manner of fireworks, for the discharge of orduance. Had
it been proved that port-fire would not have answered, the patent would
have failed.(m)

If several modes of operation are described as a mode of welding
[ %88 ] tubes, by passing them between rollers over a mandrel, *and

also through dies and over a mandrel, and either docs not an.
swer, the whole patent is bad, because a person reading the specification
might be led to use machinery which would fail of its purpose.(n)

31. Where the use of any substance in a particular state 1s directed,
if an ordinary practical man cannot obtain it in that state, the specifica-
tion must show him how to do so. The specification of a patent for re.
fining sugar by filtration of the syrup of cane-juice through chareoal,
made by the carbonization of bituminous schistus, stated that it was con-
venient, before the carbonization, to separate the sulphurets of iron which
which were mixed with it. It was proved that sulphurets of iron were
found combined mechanically with the ordinary bituminous schistus
found in this country, and evidence was given to show that its presence
was injurious. It was held to be incumbent on the patentee, cither to
show that the presence of iron was not injurious, or that the schistus
known in England could be used with advantage, or that the method of
extracting the iron was so simple that a person ordinarily acquainted with
the subject might remove it with ease.(o)

32. It must enable 2 person reading it to construct a machine fitted
for all the useful purposes suggested. A specification of a machine for
sharpening knives and scissors, dirccted the edges should Dbe passed
backwards and forwards. in an angle formed by the intersection of two
circular files. It stated that other materials might be used, according to
the delicacy of the edge. It was proved that for scissors there ought to
be one circular file, and a smooth surface, but two Turkey-stones might
also succced : the specification was held bad, as it neither dirceted the
machine for scissors to be made with Turkey-stones, nor a circular file
and a smooth surface.( p)

33. If the information communicated by the specification would be
sufficient in all ordinary cases, or such cases as are likely to oceur,
that is sufficient. The possibility of suggesting theoretically a case 1n
which it would be impracticable to earry out the dircction in the speeill-
[#89 ] cation, if no such case *would be likely to oceur in practice.(q)

The question left to the jury by Baron Alderson in Morgan v.
Scaward, was, ¢ If a man ordered a paddle-wheel with floats to be set al

(m) Bickford v. Skewes, Webst. P. C. 214; 1 Q. B. 938; Stevens v. Keating, 2
Exch. 778.°

n) Reg. v, Cutler, 3 C. & M. 215.

) Derosne v. Fairie, 1 C. M & R. 476 ; Wehst. . C. 168.

%p) Felton v. Greaves, 3 C. .k P, 61L. .

7) Morgan v. Seaward, Webst. P. C. 180, Alderson, B. ; Neilson v. Baird, Dect-
sions of the Court of Session, 2nd series, vol. vi. 51,
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any angle likely to be required on entering and going out of the water,
and vertical at the bottom, could an ordinary workman of competent skill
execute the order by following the directions in the specification ?”

34. A defect 1n the specification will not be cured, though a man ordi- ;
narily acquainted with the particular trade, applying his general know-
ledge to the deseription in the specification, would not be misled. This
would be to support the specification by a fresh invention.(r) A patent
for dressing cloth directed the use of a hollow roller so contrived as to
inclose the list, or forrel (the draughtsman having apparently confounded
forrel, or end, with the list, or sclvage). Scientific witnesses having
proved that they did not know how such a roller could be contrived, the
patent was cancelled.(s)

35. Mere inaccuracy in a drawing may not be fatal. The whole spe-
cification must be read together, and such a construction put upon it as
will support a patent, it 1t can be fairly done. An ambiguous direction,
which if followed literally, would render the whole experiment fruitless,
will not vitiate the patent, if taking the whole specification together, it is
capable of another sense, and a person of fair intelligence would not be

misled by 16.(2)

-~ 86. Every specification must describe the invention in the clearest
and most unequivocal terms of which the subject admits; and if it ap.
pears that there is any unnecessary ambiguity affectedly introduced, or
anything which tends to mislead the public, the patent is void. James’s
patent stated, that a yellow colour would be produced by calcining the
lead after the alkali had been separated from it, till it should acquire the
colour wanted. It was proved to be necessary that the lead should be
fused. It was said that the specification direeted the heat to be con-
tinued till the effect was *produced. The Court said, it should 90
have shown by what degree of heat the cffect was to be produced. [ *90]
I'usion was not mentioned ; indeed, by mentioning calcination, it scemed
that fusion was to be avoided.(x) The patent was held bad.

The specification of a patent for making seidlitz powders gave three
distinct recipes for preparing the ingredients being three common pro-
cesses for preparing well-known substances, which might have been pro-
cured in any clemist’s shop. Abbott, C. J., said, pcople were led to
suppose a laborious process necessary to the production of common things.
The public were misled by the speeification.(v)

37. The putentee is bound to give to the public the most improved
state of his invention. If he can make the article with cheaper or bet-
ter materials than those speeified, his patent is void because he does not
cnable the publie to derive the same benefit that he himself does.(w) If
he withholds any information that is of importance, his patent is avoided.

(r) Neilson v. Harford, Webst. P. C, 371. Parke, B.; see Morgan v. Seaward
Alderson, B. N. . Wcbst. P. C. 176,
(s) Rex v, Fussell, 1 Carp. R. 449, (¢) Beard v. Egerton, 8 C. B. 163.
() Turner v. Winter, Dav. P, C. 145; Galloway v. Bleadon, Webst. P. C. 524,
Tindal, C. J.
v) Savory v. Price, Ryan & Moady, 1.
w) Turner v. Winter, Dav. P. C. 1564; S, C. Webst. P. C. 81.
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Zinck had a patent for making verdigris. 1le was accustomed to put
aquafortis into his boiler, but did not mention 1t in Dhis speeification.
The aquafortis enabled him to make the verdigris with less labour,
Gibbs, C. J., said it was a prejudicial concealment. ()

If in the deseription of the mode of carrying out the invention, things
are mentioned which are unnccessary, if they are thrown in for the pur.
pose of puzzling people who read the speeification, the patent is void.( »)

In making steel trugses, the patentce was in the habit of using tallow
in tempering the steel.  Ilaving omitted to state it in the specification,
his patent was held void.(=)

The omitting to mention anything which the patentee knows to he
useful, though it relates only to the degree of utility, as partitions
in a cylinder for heating air for a hot-blast furnace, will be futal to «
patent.(«) _ S
r401] 33. 1f the application of a principle 1s clum{ed, the.spcciﬁca.

tion *must point out at least one mode in which the inventioy
can be carried into cffeet. If that is done, and the patentee honestly
discloses the best mode with which he is acquainted, and the apparatus
so constructed is of some value, the specifieation is sufficicut. The greatest
improvements subsequently made will not affeet its validity. The specei-
fication of a patent for the application of the lot blast to furnaces, the
air under blast being heated at o particular stage of the process, not
claiming any as the best contrivance for heating the air, but merely
pointing out onc which was stated not to be waterial to the useful effeet,
was held to be good, though it turned out afterwards, that this form was
very inferior to those which persons in the trade, using the invention.
ultimately adopted. The only question for the jury was held to be—will
any contrivance -which heats the blast produce that bencficial effect?
Supposing the mode deseribed not to e perfect in its details (in the case
above mentioned the hot blast had a tendeney to destroy the furnace,
and the old dry twires in use at the time of its adoption), the questioun
is, does the cvidence show that without improvement the invention, as
described, is of no practical utility ?(0)

60. If the patentee knows that any particular substance will not an-
swer, he should say so, and not leave it to be inferred that it may be
used. A patentee stated, that a cloth for conducting paper might be
made of any suitable material, but that he preferred 1t made of linen
warp and woollen weft, knowing at the time that no other cloth would
answer. The patent was held void.(c)

40. The specification must embrace all the patentee’s discoveries and
improvements i the mode of carrying the invention into cffect, up to
the day of completing the specification.(d).

(z) Wood v. Zummer, Holt's N. P. C. ¢0; Webst. P. C. 85.
(#) Rex v. Arkwright, Davie's Pat. (0, 1183 Webst. . C. 69,
(2) Liardet v.Johnson, Bull. N. I", 76. See Morgan v. Scaward, per Alderson,
B. Webst. P, C. 174.
Su; Neilson v. Harford, Webst. I*. C. 337,
6) The Ilouschill Company v. Neilson, . J. C. Hope, Webst. I’. C. 624, 696.
(¢) Crompton v. Ibbotson, Danson & Lloyd, 33; Webst. . C. 83.
(4) Jones v. lleaton, Webst. P. L. 15, ; Webst. P. C. 404, n. per Lord Mansfield.
See VWebst, I’ C. G4, note e
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Time 1s allowed that the patentee may make experiments, and have
an opportunity of ealling to his assistance the knowledge of others on
points where his learning or practice falls short. -

If a person, at the time of applying for a patent, liag in his [#02]
#mind an invention capable of producing the proposed effect, and
has brought it to a degrec of perfection, and afterwards, within the time
allowed by the specification, renders it more complete by the introduction
of improved mechanical contrivances for carrying into effeet the same
principle In parts of his machine, that will not make the patent void.
Not only is he at liberty to introduce these improvements into his speci-
fication, but it his bounden duty to do so. A patent was obtained for
sas-meter.  After the grant of the patent, and during the interval allowed
for specifying, the patentee made an improvement in the manner of sealing
the ends of the induction and eduction pipes, by buckets and hoods. The
meter was merely rendered more complete by the introduction of himproved
machinery. 1t was Lield that the patentee was right in speeifying this
improvement. No deception was practised on the Crown beeause the
inventor had discovered, aud the intention of the Crown was to grant a
patent for an improved gas apparatus.(e) We have already scen that no
distinet substantive invention, made subsequently to the grant of the
patent, can be ineluded.

41. The mode of operation must be ascertained with the greatest
degree of preeision that the subject reasonably admits of. A speetfication
for the composition of a medicine, must state the proportions of the drugs
employed.  That of Dr. James’s powder, for fevers, mentioned only the
articles of which the powders were composed, and omitted to mention
the relutive proportions and quantity.. No patent could stand on such a
speeification. /)

If a patent is for a particular combination of ingredients already in
use, the relative proportions and quantitics should be asecrtained.(y)

12. If the patent is for a process, a ecrtuin and precise process must |
be desertbed. It will be bad if it does not state for what Iength of time
the proeess 1s to be continued, or give some other eriterion for ascertain-
mg when, or by what intensity of operation, the effcet intended will he
produced.(4)

*But it is suflicient if the process be deseribed with as muel (%03 ]
accuracy as the subject reasonably admits of, and if a criterion,
the best aceording to the knowledge of the inventor, is pointed out.  In
the patent for the daguerreotype process, in deseribing the second opera-
tion, the specification allered that the time neecessary for the operation
could not be stated, because it depended upon several circumstances; ¥ .t
there was a direcdon that the plate should be kept in the iodine box 1.1l
it assumed a golden-yellow tint.  The Court thought the direction sufh-
cicntly plain to be understood by an operator of fair intelligence.(t)

(¢} Crossley v. Beverley, Webst, P. . 118, at Nisi Prius,

(/) dames’s patent, per Lord Mansficld, cited Webst. . C. 54, note .

(#) Hill v. Thowmpson, § Taunt. 382; 8. C. Webst. P. C. 243, citing Turner v.
Winter, Webst, P, C. 77,

(/) 2 B. & A, 353, Rex v. Wheeler. (1) Beuard v, Egerton. 8 €. B, 206, 2146.
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43. Where a general rule is given for the proportions of the ingredients
in a composition of matter, it has been held, in the Supreme Court of
the United States, that the specification may direct the use of other and
variable proportions in exceptional cases, according to the quality of the
ingredients employed, though the proportions can only be exactly known
after the particular qualities of the ingredients have been ascertained. 1If
the qualities of the ingredients gencrally difier so widely that the rule
given is of no value, or if the improvement cannot be used without ascer-
taining in every case by experiment the proportions to be employed, the
invention is not patentable; if otherwise, the specification is sufficiently
certain. (k)

44, The relative proportions of the parts of machinery should be
pointed out. In Arkwright’s patent, one pair of rollers appeared to be
something smaller than the other, but how much, or what wvere to be the
relative dimenstons, the specification did not state.(/) There should be a
scale or something to enable the workman to form an idea of the relative
dimensons of the parts,  So it seems that in the specification of a patent
for a screw propeller, consisting of sections of a complete screw, the
specification should define what scetion, as whether half or a sixteenth of
an entire turn of the serew, is proper to be used.(m)

1047 45. If ingredients are directed to be used In a composition,

*and the articles which would probably be supplied to a pur-
chaser at a shop in this country, as being those mentioned, are inferior
for the purpose of the patent, to others which are only ordinarily pro-
curable abroad, the patentec in the speeification should state where they
are to be procured of the best deseription for the purposes of the patent.(n)

46. A patent which casts upon the public the expense and labour of
experiments and trial, is undoubtedly bad.(v) Artists of the same trade
must be cnabled to do the thing for which the patent 1s granted, without
any new inventions or additions of their own.(p) If it be said that the
mode of carrying out the process, though not ascertained, will be well
and casily known to a person of competent skill, the inventor will not in
reality have given any useful information to the publie.

The specification of a patent for paving-blocks in the form of two solid
rhombs, placed one in front of ecach other in opposite dircetions, so that
each side of one of the blocks was levelled both ontwards and inwards.
The angle of the bevel was not stated. Lord Abinger said, unless the
jury thought any angle less than a right angle be sufficient, the specifica-
tion was bad, as experiments would be rendered necessary.(¢)

47. The specification ought to be framed so as not to call on a person
to have recourse to more than the ordinary means of knowledge (not in-
vention), which a workman of competent skill in his art and trade may
be presumed to have. It may call upon him to excreise all existing

(%) Wood v. Underhill, 5 Howard’s S. C. RR. 1, c¢ited Curtis on Patents, 169.
(!} Rex v. Arkwright, Dav. P. C. 108, 112, 122.

‘m) Sce Lowe v, Penn, 7 Law Times, 203, Q. B.

n) Sturtz v. De 1a Rue, 6 Russ. 327; Derosne v, Fairie, Webst. P. €. 157.
0) Rex v. Wheeler, 2 B. & Ald. 349, 353.

() Rex v. Arkwright, Dav. P. C. 106; Webst, P. C. G6.

(9) Macnamara v, Hulge, 1 Car. & Mar. 471.
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knowledge common to the trade, but nothing more.(») It need not be
s0 circumstantial or so explanatory, that persons entirely ignorant of the
slements of the science to which the subject belongs, may thereby alone
he able to learn and wuse the invention, nor, on the other hand, should
the description be so concise as to beeome obscure. It must be intel-
ligible and useful to persons of moderate knowledge of the art to %05
which it relates.  If a person having *a little knowledge of the [*99]
selenece which led to the invention, can immediately see the method
pointed out, and easily apprehend it without study, without any inven-
tion of lhis own, and without experiments, the disclosure is fully and
fairly made.(s) In the case of Watt’s patent, the jury found that the
specification was of itself suflicient to enable a mechame acquainted with
the firc-engines previously In use, to construct fire-engines producing the
effect of lessening the consumption of fire and steam, upon the prineiple
invented by Watt.(6) In Arkwright’s case it was held, that it was suffi-
sient if persons conversant with machinery, having the machine in its
nnimproved state deseribed to them, could construct the newly-invented
machine from the deseription in the speeification.(w)

48. The specification 1s addressed to those employed in making the .
apparatus to which it refers, but not to common labourers, or workmen
smployed under those who furnish and construct such apparatus, or any
person, not & person of skill, conversant with the trade.(x) No sort of
specification would enable a ploughman, utterly ignorant of the whole
art, to make a watch.

Speaking of the specification of the hot-blast apparatus, Lord Justice
Clerke IHope said,—¢ The condition 1s not satisfied if men of the greatest
seience, first-rate engineers even, understand it, and would know what to
do or what instructions to give. The speecification is for the benefit of
trade when the patent 1s out,—1it is addressed to those engaged in parti.
cular departments of trade, and who are to be employed in the trade when
the patent is out; those who are competent to make similar apparatus for
similar purposes. Dut the question is not as to commwmon labourers or
workmen employed under those who construct such apparatus. Such is
the subdivision of labour, that in many trades, the most skilful ‘96
*workmen, one conversant only with parts and portions of ma- ] ]
chines, could not put together an entire machine.”(y)

49. It is not sufficient if, after several trials and conversation with per-
sons employed by the patentee, or having secn the patentee’s machine, a
mechanie 1s able to construet the machine from the specification, so as to

(r) Morgan v. Scaward, Webst. P. C. 174, Alderson, B.; Galloway v. Bleadon,

Webst, I, C, 524,
s) Per Sir.J, Campbell, arg. Neiison v. Harford, Webst. P. C. 306; per Parke,

3. ilh. 314, The Househill Company v. Neilson, Webst. P, C. 692.
(1) Boulton v. Bull, 2 II. Black, 463.
u) Arkwright v. \1ghtmgnle, Webst. P. C. 60; Dav, P. C. 37, See Harmar v.

Playne, 11 qut 107.
() Alderson, B. Webst. P. C. 174, Morgan v. Seaward; Elliot v. Aston, Webst.

. C. 224, Cultman, J.; Harmar v, Plﬂ.}ne 11 Tast, 108,
) The HMonsehill Company v. Neilson, Webst. P. C. 692.

JANUARY, 1853.—6
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produce the useful effeet.(z) An engineer who has heen employed I-
the patentee in making models, should be asked, could he, with Lis
ordinary knowledge and skill, without the peeuliar knowledge he hys
attained on the subject, construct the engine from the speeification ?(ny

50. The intelligibility of the speeifieation is a question for the jury:
so also is its fairness and sutheiency.(0) It 13 not necessary that a pro.
cess described in the specifieation should have been actually tested. ‘I
evidence of scientific persons, that in their opinion it would or would not
answer, s suflicient, and the jury may, it they please, rest on that evi.
dencc; but it 18 more satisfactory, that the invention, if alleged to Iy
imperfeet, should be tested by experiment; and if the experiment is not
made, 1t may lead to the suggestion or belicf, that the purty inpugning
it abstains from causing the experiment to be made, beeaunse he kuows i
will answer too well.(¢)

SECTION IV.—FILING, ENROIJMENT.

HL. All letters patent to be granted under the Patent Law Awmend-
ment Aet, 1852, require the specification to he filed 1n the il Court of
Chancery. No enrvolment is to be necessavy.(d)

Before the Ist of January, 1540, spectfications were enrolled in the
Petty Bag Oftice, the Rolls Chapel Office, or the Enrolment Office. Sinee
[ %07 ] that time, by'stub. ;1_1:'&'-]:3 Vict. cap. U4, s. i1, u:hich Was re-enacted

by stat. 12 & 15 *Vict. cap. 109, <. 19, specifications have beer,
curolled in the Iunrolment Office in Chancery. The original speeifica-
tions were returned to the patentee, a copy, with the date of the enrol-
ment, being made on the roll. A certilicate of the date of the enrolinent
was written on the specification returned to the party., The expense of
making the ecopy on the roll, which was consziderable, will now be saved.

All specifications to be filed In pursuance of the conditions of letters
patent, and all complete speeifications accompanying petitions and deela-
rations, before grant of letters putent, shall be f{iled in the Great Seal
Patent Ofice.(¢)

02, Under the Patent Law Amendment Act, all specifications in pur-
suance of the conditions ot letters patent, and all ecomplete specifications
accompanying petitions for the grant of letters patent, shall be respect-
ively written bookwise upon a sheet or sheets of parchment, each of the
size of twenty-one inches and a half in length, by fouricen inches and
three-fourths of an inch in breadth; the same may be written upon hoth
sides of the sheet, but a margin must be left of one inch and a half on
every side of each sheet.( 7)

(z) Rex v. Arkwright, Webst. P. O, 67.

(¢) Morgan v.Scaward, Webst, . C. 180.

(0) Hill v. Thompson and Forman, Lord Eldon, Webst, . C. 2375 3 Mer. 620,
5. U, Galloway v. Bleadon, Webst. P. C. 524,

(¢) Neilson v, Harford, Webst. P. C. 316, Parke, B.: Ree. v. Steiner, Lord Camp-
hell, Times, Dee. G, 1851,

d) Stat. 15 & 16 Vict. cap. 83, s. 27.

e) Stat. 156 & 16 Vict. cap. 83, 5. 28, Order of Lord St. Leonards, 1852, 1.

(.f) Order of Lord St. Leonards, 1852, 2.
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In case reference is made to drawings in any specification deposited or
filed under the Act, an extra copy of such drawings shall be left with
the specification.(y)

The drawings accompanying such specifieations shall be made upon «
sheet or sheets of parchment, cach of the size of twenty-one inches and «
half in length, by fourteen inches and three-fourths of an inch in breadth:
or upon a sheet or sheets of parchment, cach of the size of twenty-one
inches and a half in breadth, by twenty-nine inches and a half in length.
leaving 2 margin of one inch and a half on every side of such shect.(/4)
The Lord Chancellor recommends applicants and patentees to make their
clevation drawings according to the scale of one inch to a foot.

Specifications enrelled in Chancery are subject to a stamp-duty of £0.
and a progressive duty of 10s. upon every entire quantity of 1,08() £0Q "
words over aud above the first 1,080 *words:(¢) but as this duty L*0% ]
only applies to specifications to be cnrolled or recorded, it will not be
payable on specifieations to be filed under the Patent Law Ameudment
Aet. A stamp-duty of £0 is, however, payable on filing the speeifien-
tion.(%)

03. After the cealing of letters patent, the time for ¢pecifying men-
tioned therein cannot be enlarged exeept by Acet of Darliament.(7) The
time 1s to be reckened exclusively of the first day, and Inclusively of the
last.(m) The specification may be left at the othee at twelve o’clock at
night on the last day. It was lield sufficient if the speeifieation was de-
livered to be envolled, though it was not actually enrolled till a2 subse-
quent day.(n) Once deposited in the office, the specifieation becomes «
public document. The clerk of the enrolments cannot receive it condition-
ally. Accordingly, the late Master of the Rolls refused to vacate or
cancel the enrolment of a specification left at the oftice and enrolled by
the clerk, contrary to dircetions not to curol it till further order.(v)

*CIIAPTER XIIL [% 99 ]
DISCLAIMER AND AMENDMENT.
SECTION I.—BY STATUTE.—MODE OF ENTERING

1. Wz have scen that if an objection 1s sustained against any one of

(7) 15 & 16 Vict. cap. 82, s. 28.

(4) Order of Lord St. Leonards, 1852, 3. Sce ante, p. b2.

(¢) Stat. 55 Geo. 3, cap, 184, schedule, tit. “Specification.”  Stat. 13 & 14 Viet.
cap. 97, sclicdule, tit. # Progressive Duty.”

(k&) Stat. 16 Viet, cap. , schedule.

(2} Tx parte Hoops, 6 Vesey, 598; S. C. nom. Ex parte Koops, Rep. 1829, p.
192,

(m) Watson v. Pears, 2 Camp. 294; Derosne v. Fairie, Webst. P. C. 1564, Lord
Abinger; 14 M. & W. 582, Russell v, Ledsam.

(n) Cowmn. Dig. Patent, E. (o) Ex parte Brough, 7 Beav. 104, °
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many important inventions, included in the same patent, the whole pat.
ent is avoided. In such cases, amendments may now be made by a dis-
claimer of the part of the invention to which such objections apply.

Statute 5 & 6 Wm. 4, cap. 83, s. 1, amended by 12 & 13 Vict. eap,
109, s. 15, and extended to patents granted under the Patent Law
Amendment Act, by statute 15 & 16 Viet. eap. 83, s. 39, for the bLetter
protecting the rights of patentees, and the more ample “enclit of the
public from letters patent, enacts, that any person who, «s grantee, assiy-
nee, or otherwise, hath obtained, or shall obtain, letters patent, may, if
he think fit, having first obtained the leave of the Attorney-Generval or
Solicitor-(reneral, in case of an linglish patent, or the Lord Advecate or
Solicitor-Greneral of Scotland 12 case of a Scoteh patent, or of the
Attorney-General or Solicitor-General for Ireland, in case of an Irish
patent, certified by his fiat and signature, enter a diselaimer of any part
cither of the title of the invention, or of the specification, stating the rea-
son for such diselaimer. The patentee may, with such leave as aforesaid
enter & memorandum of any alteration in the said title or speeification.

It i3 provided that the disclaimer, or memorandum of alteration, must
not be such as to extend the exclusive right granted by the letters
patent.

On the disclaimer, or memorandum of alteration, Leing duly entered

4 as prescribed by the several statutes, it 1s to be *deemed and tuken
[]Oo]tobe L | L

part of the letters patent and specification n all courts
whatever.

2. Disclaimer and memorandums of alteration were by the first-men-
tioned statute, to be entered with the clerk of the patents of lingland,
Scotland, or Ireland respectively, and enrolled with the specifieation. A
reference to the enrolment of the disclaimer was made upon the enrolment
of the specification.

3. As to disclulmers and memorandums of alteration enrolled after the
1st of January, 1849, by statute 11 & 12 Viet, cap. 94, 8. 14, which was
re-cnacted by 12 & 13 Viet. cup. 109, s. 15, diselaimers and memoran-
dums of alteration are to be enrolled in the Iinrolment Office, whether
the specification of the invention to which such disclaimer or memoran-
dum of alteration relates has, or has not, been enrolled in the said lu-
rolment Office.

4. As todisclaimers and memorandums of alteration of patents granted
under the Patent Law Amendment Act, 1852, statute 15 & 16 Vicet. cap.
83, s. 8J, enacts that cvery disclaimer or memorandum of alteration shall
be filed 1n the office appointed for filing specifications in Chancery under
that Act, with the specification to which the same relates, in lieu of being
entered or filed, and enrolled as required by the Act of 5 & 6 Wm. 4, cap. 83,
or12 &13 Viet. cap. 109. Thissection appears to apply only to disclaimers
relating to specifications filed under the Patent Law Amendment Act.

5. The Attorney-General, or Solicitor-Gencral, or Lord Advoeate,
hefore granting his fiat for the entry of a disclaimer or memorandum of
alteration, may require the party applying for the same to advertise uis
disclaimer or alteration in such manner as to such Attorney-General, or
Solieitor-Grencral or Lord Advocate shall scem right, and shall, if he so re-
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quire such advertisement, certify in his fiat that the same has been duly
madc.(@)

G. As to patents, before the Patent Law Amendment Act, 1852, any
person may euter a caveat against a disclaimer or alteration, in like man-
ner as caveats are now used to be entered ; which eaveat being so entered
<hall give the party entering the same, a right to have notice of the appli-
cation being heard by the Attorney-General, or Solicitor-General, or
Lord Advocate respeetively.(4) The fee is five shillings on each caveat.

*Caveats should he entered at the chambers of cach of the law

fficers. [*101]
offic

7. By rules made shortly after the passing of the Aet 5 & 6 Wm. 4,
cap. 83, the person applying must present a petition to the Attorney-
General or Solicitor-Gieneral, stating what the proposed disclaimer or al-
teration 1s, when a time will be appointed for hearing the applicant. The
petition should be accompanicd by & copy of the original specification, and
of the proposed disclaimer or alteration.

If on the hearing, the Attorney-General or Solicitor-General should
think fit to disallow the proposed alteration or disclaimer. no further
nroceeding is necessary.  If he should think fit to allow 1t without any
advertisement, then, on being applied to for that purpose, he will put his
signature to the fiat authorizing the clerk of the patents to make the re-
quired enrolment.

If it appear to the Attorney or Solicitor General that any advertise-
ments ought to be inserted, then he will give such directions as ie may
think fit relative thereto, and will fix any time not sooner than fen days
from the first publication of any such advertisement, for resuming the
consideration of the matter. Caveats may be lodged at any time before
the actual issuing of the fiat ; and any party lodging a caveat is to have
seven days’ notice of the next meeting.

The flut must be written or engrossed on the same parchment with the
“disclaimer or alteration at the foot thercof.

8. With regard to disclaimers and memoranda of alteration under the
Patent Law Amendment Act, 1852, section 39 provides, that applications
for Ieave to enter a diselaimer or memorandum of alteration shall be made,
and all caveats relating thereto shall be lodged at the office of the Com-
missioners, and shall be referred to the law officers mentioned in 5 & 6
Wm. 4, cap. 83, s. 1.

The application for leave to disclaim must be impressed with a stamp
of £ ; u caveat with a stamp of £2.(¢)

9. The practice has hitherto been to have two copies of the disclanner,
onc on parchment and the other on paper, b:th of which were signed by
the Attorney or Solicitor General.  The one on paper was deposited with
the clerk of the patents; *the one on parchment was usually ac- [¥102
knowledged before the proper officer in Chancery, and then en- -]
rollod.

it scems that the person entering the disclaimer is .ot bound to enter

(@) Stat. 5 & 6 Wm. 4, cap. 83, s. 1. (6) 5 & 6 Wm. 4, cap. 83, 5. 1.
(¢) Stat. 16 Vict. cap. , schedule.
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the original documeunt, signed by the Attorney-General: the entry of g
copy is sufficient. ()

10. No appeal lics to the Master of the Rolls from the deeision of the
Attorney-General in allowing a diselaimer or memorandum of altera-
tion.{¢) 'The law officers are liberal in permitting the eatry of disciaim.
ers and memorandums of alteration. If tli . diselaimer or memorandun
of alteration entered in pursuance of such leave is not such as is warrant.
ed by the statute, it is simply void.

11. If a disclaimer 1s entercd in fact, in order to raise the point that
such diselaimer is not 1n accordance with the statute, the facts must he
brought before the Court, by a plea contessing the entry of the disclaimer
in fact and allesing the eircumstances, showi ing that 1t is not an entry
made in accordance with the statute. Under a plea setting out the facts
and concluding witl a speeial traverse of the entry of the disclaimer, ac-
cording to the statute, nothing is put in issuc except the entry of the
disclaimer in point of fuct.( /)

12, Tt has been questioned, but apparently without good reason, whe.
ther, after the entry of oue disclaimer, the puatentee can further amend
his specification by a second. Such entrics have been permitted by the
law officers.(y)

15. A disclaimer or memorandum of alteration may be entered after
the verdiet for the Crown, on a scire facias.  In such case the patentee
should apply to the Court to suspend its judgment, or to the Attorney-
Geneval to stay the proceedings, 1n order to give him time to disclaim. (/)
See post, « Scire Ifacias.”

14. It was wrged in The Queen on the prosceution of Davis v. Mill,
that if the title of a patent 1s too large for the inventions specified, when
those disclaimed have been struck out, the patent would be aveided.(:)
[¥103] T.he Court -tlwught tl'mt the *title was not too l_m'ge, and therefore

did not deetde the poiat; but Jervis, C. J. gaid, « It is doubtful
whether in truth the disclaimer, when properly read, is a discluimer of
the speeification only. It adverts to an infinnity whieh may apply to the
title as well as to the specification, and proceeds to diselaim those parts of
the inver t'on deseribed inthe specification as being the fifth, sixth, seventh,
and cighth parts of the suid nvention.  That may he a disclaimer of the
title so far as it is applicable to those parts.”’

15. The qucstion who 1is the proper person to enter a disclaimer in
cases where the patent hus heen assigned, has been much debated, In
‘he first case on the subject, it was said tlmt the person authorized to dis-
claim was the original grautee, though he might have parted with all his
interest, if the *ttorney and Solicitor General consented.(4)

16, In orde. w obviate such difficultics, statute 7 & 8 Vict. cap. 6Y,

E:I ) Wallington v. DDale, 6 Exch. 283.

¢) Shaxrp's patent, Kx parte Wordsworth, Webst. . C. G41.

(/) Wallington v, Dale, & Fxch. 285.

(g) Sce Ruborv V. limu, cited Carpmael on Patents, 94,

(r) bynncr V. Rc-fr 9 Q. B. 547 ; Reg. v. Byuner, note to Smitl: v. Upton, 6 M. &
G.
() ewv\lill,EOLT\s(‘PlG 10 €. B. 379,
(k) Spilskury v, Clough, 2 Q. . 46¢; W'tht I, C. 255,
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5. D, enacted that, in case the original patentee had parted with the whole
or any part of lis interest by assienment to any other person, it should
he lawful for such patentee, togethier with such assignee, 1f part only had
heen assigned, and for the assiguee, if the whole had been assigned, to
enter & disclalmer and memorandum of alteration, and that such dis-
claimer and memorandum of alteration having been entered and filed,
should be valid and effectual in favour of any person in whom the rights
under the letters patent might be vested, and that no objection should be
made in any proceeding whatsover, on the ground that the party making
such disclaimer or memorandum of such alteration had not sufficient
authority 1n that behalf. Section 6 contains similar provisions with
respect to disclalmers and memoranduins of alterations entered hefore
the passing of the Act.

In a case after the passing of this Act, on a motion in arrest of judg-
ment, on the ground that 1t appeared on the record that the disclaimer
had been entered by the originui patentee after he had assigned all his
interest, and that he had therefore no power to do so, the Court of Ea-
chequer determined that the defendant could not take the objection,
because the provisn of the statute 7 & 8 Viet. cap. 69, s. 0, prevented
him from saying that the pateutee had no authority to enter it.()

*17. By stat. 15 & 16 Vict. eap. 83, s. 39, the filing of a dis- 104
claimer or memorandum of alteration under thut Act, In pursu- | ]
ance of the leave of the law oflicer duly certified, shall, except in cases
of fraud, be conclusive as to the right of the purty to cnter such dis-
claimer or memorandum of alteration under the Act; and no objection
shall be allowed to be made in any proceeding upon or touching such
letters patent, specification, disclaimer, or memorandum of alteration, on
the ground that the party entering sueh disclaimer or memorandum of
alteration had not sufficient authority in that behalf.

SLCTION T[.~—LEFFECT O DISCLAIMER OR AMENDMENT Y sSTATUTE.

18, By stat. & & 0 W, 4, cap. 83, s, 1, the diselaimer and memoran-
dum of alteration are to be deemed and taken to be part of such letterg
patent, or such specification, in all courts whatever, provided that no
sich disclatmier or alteration shall be recelvable in evidenee m any action
or sult (save and except i any proceeding by seire facias) pending ab the
time when such diselaimer or memorandum of alteration was cnrolled ;
but in every such action or suit the original title or spectfication alone
<hall be given in cvidence, and deemed, or talen to be, the title and spe-
cification of the invention for which the letters patent have been, or shall
be granted.

A memorandum of alteration is part of the specification, and must be
dealt with in the same mavner as the specification. ()

19, It scems that where a disclaimer 1s entered to part of a patent,
the amended patent bias all the incidents of a valid patent from the time
of the original grunt. Where, however, a patent was 2 ginally void,

() Wallineton v, Dale, Exch. 19 Law Times, 187,
(m) Reg. v. Mill, 20 L. J. x. 6. C. PO 16 10 G BL 370,
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but amended by filing a disclaimer of part of the invention, it has heer
held that the disclaimer has not a retrospective operation, so as to make
a party liable for an infringement of that part of the patent whick is
not disclaimed prior to the time of entering such diselaimer.  The Court
said the act would be unjust to make a man who was acting consistently
with the law at a certain time, a wrong-doer by relation.(n)
[¥105] ¥20, The Court of Iixchiequer said they v;:ould tfllgl‘{lﬂ A modi-
fication on the words of the Aect, and read 1t as 1f it had been
«part of the letters patent from theuceforth.”(»)

In 2 subsequent case, in the Common Pleas, Jervis, C. J., said, if it
hiad not been for the case of Perry v. Skinner, he should have thought it
plain, upon reading the Act of Darliament, that the intention of the
Legislature wus to allow a specifieation to be amended at any time by a
disclaimer; and that the disclaimer having been perfected after proper
precautions taken, and terms imposed by the law othcers, should be
deemed part of the original specification in all courts whatever, except
in actions pending at the time of its enrolment.  He said he regretted
that lic was obliged, even indirectly, to (uestion the decision in Perry v.
Skinner.

Maule, J., thoueht that the inconvenience apprehended by the Court
of luxchequer in Perry v. Skiuner did not arise.  The Act gives not an
absolute power to any one to enter a disclaimer, but only a power to
apply to the discrction of the Attorney or Solicitor General, who may
erant or refusc leave to enter such diselaimer as he, acting judicially on
hehalf of the publie, shall deem best for the publie interest.  That must
be taken to be & provision made by the Legislature for the prevention of
inconvenicnce as regards the public.  In the case before the Court, he
thought himself bound by the Aet of DParliament to take the disclaimer
to be part of the specification as from the date of the speciieation.(p)

It would scem that a sccond patent for the same invention, or an im-
provement upon it, taken out between the time of the filing the original
specification and the duate of the disclaimer of puart of the invention
described, can confer no richts on the second against the original pa-
tentee. (¢)

21, The entry of a diselaimer to part of a specification does not neces-
sarily admit that the patent is bad. The object of the disclaitser 15 not
merely to set right the deseription of the alleged invention where it 1s
known to be wrong, but to obviate any doubt that may arise on the spe-
cification ; therefore the mere statement of a disclaimer upon the record
[¥106] goes *not slfow Ehat the patent, as orizinally granted, was void

efore the disclaimer.(r)

22, With regard to disclaimers entered after the 1st of Qetober, 1852,
by stat. 15 & 16 Vict. cap. 83, s. 89, no action shall be brought npou

(n) Perry v. Skinner, 2 M. & W. 471, See per Cresswell, J. 1 C. B. 167; Stead
v. Carey, 1 C. B. 520, Iirle, J.

go) Perry v. Skinner, 2 M. & W. 471.

p) Reg.v. Mill, 20 L. J. x. 8. C. .16 10 C. B, 379.

(7) Stocker v. Warensr, 1 C. B. 148, 166. See Stea”’ v. Carey, 1 C. B. 521,

(r) Stocker v. Warner, 1 G, B. 148,
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any letters patent in which, or on tua specification of which, any dis-
claimer or memorandum of alteration shall have been filed in respect of
any infringement committed prior to the filing of such disclaimer or
memorandum of alteration, unless the law officer shall certify in his fiat
that any such action may be brought notwithstanding the entry or filing
of such disclaimer or memorandum of alteration.  Sir John Romilly was
never 1n the habit of allowing a disclaimer without imposing a condition
that the patentee should bring no action for infringements prior to the
disclaimer.{s)

23. The entry of a disclaimzr need not be replied to a pleading allog-
ing the want of novelty, or the like, on part of the invention. In a pro-
ceeding by scire facias to repeal a patent after issue joined, the defend-
ant procurcd to be enrolled o disclaimer of some of the claims in the
speetlication.  The Court held that the discluimer, though enrolled after
issue joined, was admissible for the defendant, and was to be real as pars
of the original speeification put in by the prosecutor.(¢)

24. The following case has occurred as to the costs in case of a dis-
claimer pending a scire facias. Pending a scive facias to repeal a patent,
the patentee disclained a part of his invention under 5 & 6 W 4, cap.
83, s. 1; the prosccutor still proceeded, and ultimately failed.  Sir John
Romilly said, that a patentee who disclaimed must take the consequence
of having it assumed, in the abscnce of evidence, that the patent was
imvalid previous to the diselnimer. But he thought that after the dis-
claimer the prosceutor was bound to know that the patent was good, and
ought then to have discontinued the action. DBy con he would so
order the taxation, otherwise he could only give leave 1o the patentee to
put the bond in suit, to cnable him to recover the subsequent costs.(u)

SECTION III.—AMENJUMENT AT COMMON LAW. [*‘10?]

20. The Lord Chanceller nas no power to alter the date of a patent
which had been dated as of the day of the delivery of the privy seal
bill, and not, as the patentee supposed, as of the day when the order
for scaling was mude and the scul affixed, though, in consequence of
such mistake, the patentee did not enrol his specification until the four
months limited in the patent for that purpose had expired.(2)

206. But clerical errors may be amended at ¢dmmon law, Where a
a clerieal error was made, the word ¢recovering” having been written
stead of the word ¢«covering” fi' res in the Queen’s warrant, and the
error was copied in the Queen’s bill, the Signei bill, the Privy Seal bill,
and the Ictters patent and enrolment, the error haviag been corrected in
the Queen’s warrant and the Privy Scal billy the Lord Chancellor and
Master of the Rolls, by a joint order, directed the letters patent to be
aitered and rescaled, and the enrolment altered to correspond with the
amended letters patent, on the terms that the patentee should aban on

(¢) Sec 14 Beav. 214; Report on Patents, 1851,

(¢) Reg, v. Mill, 20 L, J. 5. . G, P. 165 10 C. B, 379.

() Reg. v. Mill, 14 Beav. 072,

() Ex parte Beck, 1 Bro.t ‘' 578; Webst. P. C. 430, n.
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and pay the costs of all actions then pending, and that no action should
be brought for any infringement before the rescaling.(y) The date of
the patent was not altered.

27. With regard to erroncous enrolments, the Meuster of the Rolls has
no authority to make any alteration in the enrolment of a patent or spe-
cification, except for the purpose of correcting mere verbal or elerieal
errors, proved to have arisen from mistake or inadvertence.  The enrol-
ment must correspond strictly with the patent. The title of the party
derived from the Crown rests on the letters patent only, and the enrol.
ment only permitted to be used for the purpose of showing what the
erant is. e has no jurisdiction to remove an erroncous claim.(x)

28. Clerical errors and ervors of mistake appear to have been always

£108 amendable at common law.(«) In Whitchouse’s *patent the word
[ 1« wire” having, by a clerical error, been written in the enrolment
instead of ¢«fire,”” the enrolment was amended by Lord Gifford.(4)

29. In cvery case that has occurred, it has plainly been intended to
do no more than amend mere slips or clerical errors made by the parties
or the agents of the parties; aud not only has strict cvidence of ecrror
been required, but in order to cnable any third party to dispute the
validity of the amendment and of the order, it has been directed that the
order itself should be indorsed on the enrolment.(c)

30. No alteration of an enrolirant of letters patent will be permitted
which could make the enrolment differ from the original letters patent.

(#1007 *CIHAPTER XIV.
CONPIRMATION AND ENTENSION OF PATENTS,
SECTION I.—CONFIRMATION.

1. It somctimes happens that the patentee is a true inventor, and be-
licved himself to be the first inventor, yet, by reuson of some other per-
son having invented or used the swme thing before the date of his patent,
without his knowledge, his patent eould not have been supported, though
he hus been the first person to bring the iuvention into use in this
country. This led to hardships. A man who had brought to perfection
an invention of great public utility, was liable to have his patent defeated,
by evidence of former forgotten discoveries which had never led to any
practical result.

() Nickels’s patent, Webst. I, C. 656, 664, Sce also Anon. Welbst. . €. 645,
cited by Lord Cottenham, Sce Nickels v, Ross, 8 (8 B. 673,

(z) Sharp's patent, Ex parte Wordsworth, Webst, . C. 641,

(a} Webst. P. C. 657, n.

(0) Whitchouse's patent, Wcebhst, P. C. G4S, 649, note m. Sce also Redmund's
case, b Russ, 44, cited by Lord Langdale ; Sharp’s case, Webst. P, C. 649 ; Rubery's
patent, Webst, . €. 649, note m,

(¢) Nickel’s patent, Webst., P. C, 67y, 65G; Turn. & Phil. 48.
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2, By stat. 0 & 6 Wm. 4, cap. 83, s. 2, if in any suit or .ction it
shall be proved, or specially found by the verdict of a jurr. that awc-
person who shall have obtained letters patent for any invention or sup-
posed Invention, was not the first inventor thercof or of some pur* therer©
py reason of some other person or persons having invented or used t*
same or some part thereof, Lefore the date of such letters patent; or if
such patentee or his assigns shall discover that some other person had,
unknown to such patentee, invented or used the same, or some part
thercof, before the date of such letters patent, it shall and may be law™
for such patentce and his assigns to petition Lis Majesty in council to
confirm the said letters patent, or to grant new letters patent; the matter
of which petition shall be heard before the Judicial Committee of the
Privy Couneil; and such committee, upon examining the said mutter,
aud being satislied that such patentee believed *himself to be ¥110
the first and original inventor, and heing satisfied that such ["110]
invention, or part thereof, had not been publicly and gencrally used before
the date of such letters patent, may report to his Majesty their opinion,
that the prayer of such petition ought to be complied with; whereupon
his Majesty may, if he thiuk fit, grant such prayer; ard the said letters
patent shall be available in law and equity, to give to such petitioner the
sole right of using, making, and vending the said invention, as against
all persons wha ._ever, any law, usage, or custom to the contrary not-
withstanding ; provided also, that any person, party to any former suit
or action touching such first letters patent, shall be entitled to have notice
of such petition befure the presenting of the same.

o. A party intending to apply by petition for the confirmation of a
patent, shall give public notice thereof by advertising in the London
(razette three times, and in three London newspapers, and three times
1In some county paper published in the fown where or near to which he
carrics on any manufacture of anything made according to his specifica-
tion, or near to or in which lie resides, in case he carries on no such
manufacture ; or published in thie county where he carries on such manu-
facturc; or where Lic lives, in casc there shall not be any paper published
1n such town. The advertiscments must state that he intends to petition
her Majesty under the said scetion; the object of such petition; and
vive notice of the day on which he itends to apply for a time to be fised
for the hearing of the matter of his said petition, which day shall not be
less than four weeks from the date of the publication of the last of
the advertisements to be inserted in the London Gazette; and that on or
hefore such day, notice must be given of any opposition intended to be
wade to the petition.(«)

4, Any person intending to oppose the said applieation, has a right to
be heard before the Judicial Committee.  1Ie must lodge notice to that
cffeet at the Couneil Office on or before the days so named in the said
advertisements ; and having lodged such notice, shall be entitled to have
from the petitioners four weeks’ notice of the time appointed for the

hearing. («)

(e} Rules of the 'rivy Council respecting the confirmation of Patents, rule 1, 5
and 6 Wm, -, cap. 83, ¢, 1.
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[*111] *5. Petitions must be presented within one week from the ip.
sertion of the last of the advertisements required to be published
in the London Gazette.(d)

All petitions must be accompanied by affidavits of advertisements
having beer inserted according to the provisions of the rules of the Privy
Council above mentioned ; aud the matters in the affidavits may be dis.
puted by the parties opposing, upon the hearing of the petitions.(c)

6. All parties to any former action or suit touching letters patent in
respect of which petitions shall have been presented, and all persons
lodging notices of opposition, shall be entitled to be served with copies
of petitions presented ; and no application to fix a time for hearing shall
be made without affidavits of such service.(d)

Parties served with petitions shall lodge at the Council Office notice
of the grounds of their objection to the granting the prayer of such peti-
tions.(e)

The Judicial Committes will hear the Attorney-General or other
counsel on behalf of the Crown, aguinst granting any application for the
confirmation of a patent, in case it shall be thought fit to oppose the
same on such behalf.( /)

7. The power of recommending the confirmation of a patent is exer-
cised with great caution, and a strong case must be made out by the
applicant. The petitioner must show that he considered himself the
inventor, by proving the experiments which led to his discovery.

The Judicial Committee refused to recommend a confirmation where a
manufacture, substantially identical with the invention of the patentee,
had been carried on beneficially prior to the patent, and had never been
abandoned, though the invention had not been publicly and generally
known, and the petitioner offered to grant licenses to the two persons
who had zlone used it.(g) So where the right of a prior patentee might
have been affected, though the first patent was thirty years old.(2) So
[*112] in the case of a Scotch patent, where the *invention had been in
use in Kngland before the date of the Scotch patent.(?)

But where there was ne evidence of user in England, France, or else-
where ; but the invention was described in the specification of an expired
French patent, a copy of which was in the British Museum, the Judicial
Committee, after directing notice of the day of hearing to be given to
the French patentce, confirmed the patent.(%) Probably, where there
has been a user against the consent, and in fraud of the patentee, the
patent would be confirmed.

If the patent is for several things, and one is old, the proper course is
for the patentee to disclaim, not to apply on a confirmation.(?) Costs
will be given against an unsuccessful applicant.

b5) Rules Pri. C. rule 3. (¢) Rules Pri. C. rule 4.
d) Rules Pri. C. rule 5. (¢) Rules Pri. O, rule 6.
(/) Rules Pri. C. December, 1835.

g{ Card’s patent, 12 Jurist, Pri. C. 507; S. C. 6 E. F. Moo. 207.

h) Westrupp and Gihbins's patent, Webst. P. C. 554.

i) Robingon’s paient, 5 E. ¥. Moore, G5.

k) Baron Heurteloup's patent, Webst. P. C. 553.

!} Westrupp and Gibbin's patent, Webst. P. C. 554.
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SECTION II.—CONFIRMATION BY ACT OF PARLIAMENT.

- 8. Patents are sometimes confirmed and extended by Acts of Parlia-
ment. The following case has occurred as to the effect of such confirma.-
tion. 5

Stead’s patent for wooden pavement having become void, by reason of
the patentee not enrolling his specification within the time limited by the
patent (four months), the non-enrolment having been caused by inadver-
tence and misinformation, was coofirmed by Act of Parliament 4 & 6
Vict. cap. 91, s. 81, without any saving of the rights of strangers. The
specification having beeen enrolled within six months, the Aet provided
that the letters patent should be as valid and effectual as if the specifica-
tion had been enrolled within four months. One Carey, in the interval
between the expirztion of the time originally limited for the enrolment
and the passing of the Act, while Stead’s patent was void, obtained a
patent for an improvement on Stead’s patent. It was held that the
statute effected a complete confirmation, and that Carey could not use

Stead’s invention.(m)

|

*SECTION III.—EXTENSION OF TERM. [*113]

0. If any person who now hath or shall hereafter obfain any letters
patent shall petition his Majesty in council for a prolongatirn of his
patent, and his Majesty shall refer the consideration of the petition to
the Judicial Committee of the Privy Council; upon hearing the appli-
cant, and any person who shall oppose the grant, and inquiring into the
whole matter, the Judicial Committee of the Privy Cooncil may report
to his Majesty, that a further extenmsion of the term in the said letters
patent should be granted, not exceeding seven years; and his Majesty is

.empowered, if he think fit, to grant new letters patent for the said inven-
- tion for a term not exceeding seven years after the expiration of the first
term.(n)

10. Statute 7 & 8 Viet. cap. 69, s. 2, provides for cases in which it
can be satisfactorily shown, that the expense of the invention has been
greater than an extension for seven years wonld suffice to reimburse. It
enacts, that if any person, having obtained a patent for any invention, -
shall, before the expiration thereof, present a petition to her Majesty in
council, setting forth that he has been unable to obtain a due remunera-
tion for his expense and labour in perfecting such invention, and that an
exclusive right of using and verding the same for the further period of -
seven years, in addition to the term in such patent mentioned, will not
suffice for his reimbursement and remuneration, then if the matter of
such petition shall be by her Majesty referred to the Judiclal Committee
of the Privy Council, the said committee shall proceed to consider the
same after the manner of, and in the usual course of its proceedings
touching patents; and if the said committee shall be of opinion, and

(m) Stead v. Carey, 1 C. B. 496. (n) Stat. 5 & 6 Wm. 4, cap. 83, 4. 4,
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shall g0 report to her Majesty, that a further period greater than sevep
years’ extension of the said patent term ought to be granted to the peti.
tioner, it shall be lawful for her Majesty, if she shall so think fit, to grant
an extension thercof for any time not exceeding fourteen years, in like
manner, and subject to the same rules as the extension for a term not
exceeding seven years is now granted. |
[¥114] 11. The third section of this Act provides, that nothing in *the
Act contained shall prevent the Judicial Committee from report-
ing that an extension for any period not exceeding seven years should be
granted, or prevent her Majesty from granting an extension for such:
lesser term than the petition shall have prayed.(0)

12. The powers of the above Acts are deeclared to extend to letters
patent to be granted under the Patent Law Amendment Act, 1852,

13. The new letters patent may be made subject to any restrictions,
conditions, and provisions. They are to cxtend to, and be available in
and for such places as the original letters patent extended to and were
available in. They are to be sealed and bear date as of the day after
the expiration of the term of the original letters patent which may first
expire.( p)

14. In granting extension of patents to assignees of patent rights, the
Legislature indirectly remunerate patentees by increasing the value of
patent rights,

The power of obtaining renewals of patents was not confined to grantees,
but extended to assignees, under the stat. 56 & 6 Wm. 4, cap. 83, s. 4.

The Legislature intended to compensate the assignee as well ag the
patentee for labour bestowed and capital expended without adequate re-
muneration, in bringing a useful invention to perfection.(q)

Stat. 7 & 8 Viet. cap. 69, s. 4, reciting that doubts had arisen touch-
ing the power of granting an extension of the term of letters patent, in
cases where the patentees have assigned their right, enacts, that it shall
be lawful for her Majesty, on the report of the Judicial Committee, to
grant such extension, either to an assignee or to the original patentee, or
to an assignee and the original patentee conjointly.

Section 7 makes valid new letters patent granted to assignees before
the passing of the Act, except in cases where actions, proceedings in sei.
fa., or suits in equity, were pending at the time of the passing of the

Act.
¥1157 . 10. The Privy Council makes no distinction between legal
7459] ana equitable titles, There seems no reason why an equitable
assignee should not be the sole petitioner.(r) But it seems that the re-
newed letters patent will be granted to the person who has the legal in-
terest in the original patent at the time of the application.(s)
16. In order to obtain a prolongation of the term, by stat. 5 & 6 Wm.
4, cap. 83, 8. 4, the petitioner must advertise in the London Gazette

o) Stat. 7 & 8 Vict. cap. 69,8s. 3. (p) Stat. 16 & 16 Vict. cap. 83, s. 40.
¢) Russell v. Ledsam, 14 M. & W. b74; in error, Ledsam v. Russell, 16 M. &
W. 633. In Dom. Proc. 1 H. L. C. 68T.
{r} Noble's patent, 156 Law Times, 1.
8) Wright's patent, Webst. P. 0. 563 ; Southworth’s patent, Webst, P. C. 488.
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three times, and in three London papers, and three times in some country’
paper, published in the town where or near to which he has carried on
any manufacture of anything made according to his specification, or near
to or in which he resides, in case he has carried on no such manufacture;
or published in the county where he carries on such manufacture, or
where he lives, in case there shall not be any paper published in such
town, that he intends to apply to her Majesty in council for a prolonga-
tion of his term of sole using and vending his invention. Ho must pe-
tition her Majesty in council to that effect. Any person may enter a
caveat at the Council Office. Notice shall be given by the petitioner to
any person or persons who shall have entered such caveats. The peti-
tioner shall be heard by his counsel and witnesses to prove his case, and
the persons entering caveats shall likewise be heard by their counsel and
witnesses. |

17. Where the party applying for an extension of his patent is resi-
dent abroad, and carries on no manufacuture of articles made according
to his specification in Iingland, advertising in the papers published in
the town or county where the persons to whom he has granted licenses
are resident, is a sufficient compliance with the requisitions of the
Act.(¢)

18. The advertisements must give notice of the day on which the ap-
plicant intends to apply for a time to be fixed for hearing the matter of
his petition, which day shall not be less than four weeks from the date
of the publication ~f the last of the advertisements in the London Ga-
zette, and that on *or before such day caveats must be entercd.(u) £116
It is now the practice to include In one advertisement the notice [ ]
of the intention to apply for an extension, and the notice of the day on
which application will be made to fix 2 day for the hearing of the peti-
tion.(z)

The names of all the persons petitioning for an extension must appear
in the advertisements. If the name of a person.who is an equitable as-
" signee of the letters patent is not mentioned as applying, as well as those
of the persons having the legal interest in the letters patent, he will not
be heard as a petitioner.(y)

19. Any person intending to enter a caveat shall enter the same at
the Council Office, on or before the day named for that purpose in the
advertisements; sud having entered such caveat, shall be entitled to
have from the petitioner four weeks’ notice of the time appointed for the
hearing.(2) .

Special permission will sometimes be given to a party to enter a caveat
at a later period :(¢) but an application by the Lords of the Admiralty
to enter a caveat, and be heard against a petition for an extension of a
patent, such caveat not having been filed within the time required by the

(¢) In re Derosnc’s patent, 4 E. F. Moo. 416. ‘
(#) Rules of the Privy Council respecting tho Confirmation and Prolongation of

Patents, rule 2,
z) Webst. P. C. 559, n. (#) Noble's patent, 15 Law Times, 1.
2) Rules Pri. C. rule 2. (a) Macintosh’s patent, Webst. P, C. 739,
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rules of the Privy Council, was refused, as the Attorney-General wag
present to watch the interests of the Government:()

20. Every petition must be presented six calendar months before the
expiration of the term. Stat. 5 & 6 Wm. 4, cap. 83, 8. 4, provided. thay
the application for renewed letters patent must be prosecuted with effect
before the expiration or the term originally granted. In consequence of
a case of peculiar hardship which occurred under it,(c) the clause was re.
pealed. Stat. 2 & & Viet. cap. 67, enacts, that if an application for an
extension has not been prosecuted with effect from any other causes than
the neglect or default of the petitioner, the Judicial Committee may en.
[*117] tertain the application and report *thereon, though the term may

have expired before the hearing of the application; and her Ma-
jesty may grant such extension, provided that no such extension or new
letters patent shall be granted, if a petition shall not be presented siz
calendar months ot the least before the expiration of such term, nor in
any case, unless sufficient reason shall be shown to the satisfaction of the
Judicial Committee, for the omission to prosecute with effect the said
application by petition before the expiration of the said term.

21. Prosecuting with effect, means the obtaining the report of the
Judicial Committee, or the approbation of it by the Crown. It seems
that there 1s no necessity for the new letters patent to be actually issued
before the expiration of the original term. A plea that the renewed
letters patent were granted after the expiration of the term in the first
letters patent is bad.(d) Compliance with the condition need not be
averred by a party in pleading the renewed letters patent.

22. Petitions must be presented within onc week from the insertion of
the last of the advertisements in the Gazette.(c)

All petitions must be accompanied by affidavits of advertisements
having been inserted according to the. provisions (section 4) of the statute,
and the first and second of the rules of the Privy Council; and the
matters in such affidavits may be disputed by the parties opposing, upon
the hearing of the petitions.( /)

The party applying for an extension of a patent must lodge at the
Council Office four written or printed copies of his specification. Four
copies of a publication containing the same will be sufficient. If the
specification has not been published, and if the expense of making four
copies of the drawings would be considerable, the lodgment of one copy
only of such drawings will be deemed sufficient. All copies mentioned
in this rule must be lodged not less than one week before the day fixed
for hearing the application.(g)

All persons entering caveats shall be entitled to be served with copies
[*118] *of the petition presented; and no application to fix a time for

hearing shall be made without affidavits of such service.(%)

b) Pettit Smith’s patent, 7 E. F. Moore, 133.
¢) Bodmer’s patent, Webst. P. C. 740.
(d) Russell v, Ledsam, 14 M. & W. 574; Ledsam v. Kussell, in error, 16 M. & W.
633 ; Ledsam v. Russell, 1 Ho. Lords Ca. 698,
¢) Rules Pri, C. rule 3. f) Rules Pri. C. rule 4.
g) Rules Pri. C. December 21, 1835. (h; Rules Pri. O. rule b.
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23. All persons served with petitions shall lodge at the Council Office, .
within afortnight after such service, notice of the grounds of their ob:
Jectmns to the grant,mg of the prayer of the petltmn (z)

- 24. In questions as to the prolongation of patents, whai is uaually
taken into consideration as the-ground of the grant 13,-—-ﬁrst the merit
of the inventor ; secondly, the value and utility of the invention ; thirdly,
whether the patentee bas received a sufficient remuneration.

25. The Court does not in any very direct way consider whether the
patent is valid, or not, at law. 1If it is palpably bad, the patent : will not
be extended ; but unless this is clear, the Court is usually inclined to
assume that it may be a good patent, and leave the question of its va-
lidity to be determined at law. If the specification is ‘vague and im-
perfect, that defeet may infuence the Privy Council in determining
whether or not it is expedient to recommend an extension.(%) Questions
of novelty and utility will not be minutely entered into, particularly after
a decision in favour of a patent In a court of law; for the new letters
patent are subjeet to all the objections which might have been made to
the original letters patent. In the case of Kay’s patent, at the time of
the application for a prolongation, proceedings were pending in which the
validity of the patent was in question. The Judicial Committee said
they would have adjourned the petition, had it been .possible to obtain
the decision of a court of law on the validity of the patent before it
would have expired. Xor the purposes of pI‘OIOHngOH they assumed
the patent to be valid.({)

26. The ingenuity of the inventor will be con51dered (m) =

Swaine’s invention of producing mineral waters was considered by the
*Judicial Committee very meritorious, the result of much care, %119
labour, and science, and very useful in its effects. On evidence [... ]
that the patentee had sustained a loss, the Court granted an extension of
the term for seven years.(n)

So where the petitioner had been occupied for four years in experi-
- ments in carrying out his invention, and had subsequently made improve-
ments which he had patented, the Court extended the first patent for
goven years.(o) The merit of an importer is much less than that of an
inventor. |

The fact that, subsequently to the date of a patent for an invention,
great improvements have been made upon it, affords no reason for deny-
ing the.inventor an extension of his patent, if- he has great merit, and is
shown not to have reaped a due benefit in proportion to his merit. The
improvement may be evidence of the value of the invention.(p) It is

. (§) Rules Pri. C. rule 6.
(k) In ro Pinkus's patent, 12 Jur. 233; Pri. C. Erard’s patent, Webst. P. C, 85T,

note ; Lowe’s patent, Mechanics’ Magazme, Feb, 28, 2852, 174 ; Wooderoft's patent
10 Junst 363, Pri. G,

) In re E'.ay’a patent, Webst. P. . 568; 3 E. F\ Moo. 24.

m) Whitehouse’s patent, Webst. P. C. 4’?"' Roberts’s patent, Webst. P, C. 575
Downton’s patent, Webst. P. C. 566.

Swaine’s patent, Webst. P, G. 589,
{ gerght‘a patent, Webst. P C. 676.
(2) :Galloway's patent, Webst. P. C. 725; Soames's patent, Webst.- P. C. 734.

JANUARY, 1808.—T7
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otherwise if the main benefit arising from such invention is derived from
improvements subsequently introduced by others than the inventor. (g)
It will be prudent for the inventor to prove his expenditure of money
and time in perfecting the invention. . |

27. The small amount of any step made in improvement, will not dis.
pose the Lords of the Privy Council to undervalue the importance of a
discovery, if the patent involve a new principle or a new process; but
where the invention congisted of. merely a new application of a Enawn
process, which might readily suggest itself to anybody, as the prii ciple
of the scparation of oils into stearine and elaine by pressure, applied to -
cocoz-nut oil, though. the benefit resulting to the public wae shown to be
great, the term was only extended for three years.(r)

28. The Court will consider how far the invention has besn of any
benefit to the publie.(s)

oy Where great benefit to the public was produced by the *in-
[ *¥120 ] vention, as where the cost of the article (su ' ‘

, gar), to the production
of which the invention related, was diminished 20" per cent., the term was
extended, though the amount of discovery was small, and considerable
profits had been realized by the patentee.(¢) Where the invention is of
small commercial value, an extension will be refused.(u) |

29. The spirit and activity of the patentee in expending capital and -
using efforts to bring forward his invention, are malerial to be con-
sidered.(x) Where the invention had not got into use in consequence of
disputes between the patentee and persons who had agreed to join him
as partners in carrying out his invention, and the invention was not
brought into operation till a short time before the expiration of the term,
the committee refused to recommend an extension.(y) So where it had
not got Into use in consequence of a defect not cured till the tenth year
-of the term. ()

It is strong evidence against the utility of an invention, if from the
time when the patent was granted until the time for applying for & pro-
longation of the term, the thing iniented has never been brought into
practical operation in any way calculated to promote the public service.
The fact that the invention had been previously published in a foreign
wark, and that a knowledge of it might have been acquired by persons
hére, will be considered as diminishing the benefit reaped by the public
from the invention‘.(az ‘ .

30. It is a general rule, that some explanation must be given if the
invention has not been brought into use. |

As where a man has shown great ingenuity in an invention, but from

{g) Woodcroft’s patent, Webst. P. C. 740; Lowe's patent, Mechaaics’ Magazire,
Feb. 28, 1852, 174.
{r) Soames’s.patent, Webst, P. C, 729.
£) Simister’s patent, Webst. P. C. 721.
. 75) Derosne’s patent, 4 E. I', Moore, 418. See Morgan's patent, Webst. P. C.
37.
u) Soames’s patent, Webst. P, O. 735.
z) Patterson’s patent, 13 Jur. 593; S. C. 6 E. F. Moore, 469.
y) Bell’s patent, 10 Jur. 363. (2} Pinkus’s patent, 12 Jur, 233, Pri. C.
(¢) Per Lords Campbel]l and Brougham, Soames’s patent, Webst. P. C. 729.
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want of ‘adequate capital and means, has been unable to obtain a suffi-
cient return. So if these difficulties have been increased by disputes
with persons in partnership with the inventor in his patents.(b)

*The difliculties of introducing the manufacture into nublio 154
use in consequence of its novelty, are 1mp0rtant to be con- [ ] i
sidered.(c) ‘

As if the prejudices of workmen, or a combination of the trade against
him, have impeded the patentee.(d) So if from its nature the invention
js one not likely to come into immediate use, or if the explanation of its
not being brought into use is, that it is intended for a- particular class of
persons, as government officers, who have not yet adopted it.(e) |

31. Though, on account of combinations against the patentee, there
seems no reasonable ground for supposing the extension will be beneficial,
the Court will not refuse to extend the patent.(f)

32. It must be shown that the inver .or has not been duly rewarded
in proportion to his merit. The patentee having made about £7,000 by
an invention, proved to be of great value in flax-spinning, the patent was
extended for three years.(g)

A patent for a self-acting mule was extended for seven years, it having
been proved that there was a loss on the whole, though the profits for
the last three or four year: of the patent had been at the rate of £5,000
a year.(h)

Proof that nothing was made for seven or eight years is generally re-

uired.(z
! 33. %n estimating the profits of a monopoly, a fair manufacturer’s profit
on the capital employed must be deducted.(%Z) The expense incurred in
litigation may be deducted.(%)

Losses by a fire, supposed to have been caused by incendiaries, have
been taken into consideration in determining a question as to the exten-
sion of a patent for self-acting machinery. (Z)

. *Profits realized by the sale of articles for exportation must [*122 ]
be included. (m)

31. Since the passing of stat. 14 & 15 Vict. cap. 99, s. 2, the patentee
will be able to prove his own case in this respect, whlch he should do by
the production of his books and accouvnts. Before the passing of this
Act, it was decided that where the patentee had not sold any of his patent
machines, and therefore had not kept any book, but had allowed a gas
company to use his invention for the purpose of making it known, and
the manager stated that the company bad never paid anything for the use

b) Wright's patent, Webst. P. C. 576; Swaine’s patent, Webst. P. C. 559; Down-
tonspa,tent Webst. P. C. 560.
c) Stafford’s pateat, Webst. P, C. 563 ; Kollman’s patent, Webst. P. 0. 564.
d) Erard’s patent, Webst. P. C. 557 ; Jones's patent, Webst. P, C, b77.
e} Southworth’s patent, Webst. P. C. 486; Bates’s patent, Webst, P. C, 739.
f) Jones's patent, Webst. P. C. 577. (g) Kay's patent, Webst. P. C. 572.
(A) Roberts's patent, Webst. P. C. 575.
¢) Downton's patent, Webst. P. C. 565.
k) Galloway's patent, Webst. P, C. 729.
!) Roberts’s patent, Webst. P. C. 573.
m) Hardy’s patent, 13 Jur. 177; 6 E. F. Moo, 441 S. C.
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of it, the Court thought it sufficient prima.facie evidence that ne profits

had, been made. (n)
3o The Court. will- take into consideration the annoyance that the

patentee has suffered from. htwatlon.(o)

36. The Judicial Committee will not recommend an extension if the
patentee has not enforced his rights, but hag allowed infringements of his
patent, and never effectually asserted his title at law.(p)

Where a patentee, having obtained a patent for several mwntlons
some of which were not new, omitted to disclaim, and permitted persons
to infringe the part of his invention which was new, till near the conely-
sion of the term of the patent, persons who had erected machinery, rely.
ing. on his acquiescence, opposed the extension; and the Court, taking
his remissness into consideration, refused it.(q)

37. The extension of the term of a patent for an 1mpr0ved method of
printing in colours, by the combiration of copperplate printing and wood
engraving, was opposed,by the apprentices of the patentee, on the ground
that they bad served their time upon the expeetation that on the expiry.
tion of the oriy-inal patent, they would be able to excrcise the trade taught
them by the patentee; but as it appeared that they had been instructed.
and could earn fair wages as wood-engravers, the Judicial Committec re-
commended the extension of the patent without any condition.()
[+128] *38. Since the coming into operation of the Patent Law Amend.-
| ment Act, 18.-)...., her Majesty’s order in council is sufficient war-
rant for the insertion, in new letters patent, of any restrictions, condi-
tions, and provisions. mentioned in the order. (s) DBefore the passing of
this ‘Act, it had been frequently the practice for the Judicial Committec
to impose terms as conditions of the renewal of a patent, but the disere-
tion of the Crown was not in any manner fettered by such recommenda-
tion. The Judicial Committee, under stat. 5 & 6 Wm. 4, cap. 83, had
to report merely as to matters bctwecn the public and the party apply-
ing.(?) |

The patentee of an invention, an improved railway axle, which was, of
great merit and great importance to the public, after having made great
efforts to bring bhis invention into use, had lost money by it. He after-
wards assigned his patent, and the assignees spent a considerable sum in
establishing a plant and works, but had lately made large profits. The
pateniee and the assignees having applied for an extension, the Judicial
Committece postponed recommending an extension till one-half of the pro-
fit of the patent, duving the extended term, should have been secured t
the patentee. They then recommended an extension subject to a condi-
tion, that the price of the axles should not he raised.(u)

In Whitebouse’s patent an extension was granted to the assignee; the
Judicial Committce recommended, that the term should be extended, on

(n) Lowe's patent, 10 Jur. 263. (o) Whltehuuaespatent Webst. P. C. 477,
() Pinkus’s patent, 12 Jur. 233, * . C.

(¢) Simister's patent, Webst. P. C. 721.

(r; Baxter's patent, 13 Jur. 593, Pri. C.

(8) Stat. 16 & 16 Vict. cap. 83, a. 40. t) Ledsam y. Russell, 1 H. L. O. 687.
(4) Hardy's patent, 13 Jurist, 177, Pri. C.: ¢ B F. Moo. 441, B C.
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the assignee securing an sannuity to the patentce during such extended
term. The new patent contained a proviso, that the patent should be
void if the anpuity was not secured. (z) | h |

In the case of Pettit Smith’s patent, an extension of letters patent was
granted upon condition that the commissioners for executing the office of
Lord High ‘Admiral should have the right of using the invention for the
service of her Majesty without any license from the patentee.(y)

Though a person who has obtained a patent csnnot be put under any
terms as to the manner in which he shall exercise *his inven-- 104
tion, in Whytock’s case, a patentee having refused to grant a [*124]

) 2
license to a particular person, the Judicial Committee made it a condi-
tion of the prolongation, that a license should be granted.(2)

SECTION IV.—PRACTICE ON HEARING BEFCRE THE JUDICIAL COMMITTEE,
ET0.-—~NEW PATENT.

59. The Judicial Committee have power to examine witnesses, or
direct depositions to be taken in writing by the registrar.(a@) The dtten-
dance of witnesses, and the production of deeds, evidences, and writings,
may be ccmpelled by a subpena,.to be issued by the president for the
time being.(b) The Judicial Committee may appoint one or other of
the elerks of the Privy Council to take any formal proofs.(c) They may
direct the examination of witnesses on interrogatorics either at home or
abroad, under the powers of 13 Geo. 3, cap. 63, and 1 Wm. 4, cap.
22.(d

]g’az'bieﬂ may have copies of all papers lodged in respect of any applica-
tion for tuc confirmation or prolongation of a patent at their own ex-
pense.(e)

40. The Judical Committee will hear the Attorney-Greneral or other
counsel on bechalf of the Crown against granting any application for the
confirmation or prolongation of a patent, in case it shall be thought fit to
oppose the same on such behalf.( /)

In cases of unopposed applications, the Attorney-General attends and
watches the case of the petitioners. He represents the Government, and
the public generally.(g) The rule respecting the number of counsel enti-
tled to be heard, is the same in the Privy Council as in the House of Lords,
—two only on either side. Two counsel only will be heard to oppose the
petition, unless the parties have independent and *distinet grounds ¥195
of upposition, founded on separate and independent interests.(%) [*129]

%x) Whitchouse’s patent, Webst. P. C. 473,
) -In re Pittit Smith’s patent, 7 B. F. Moo. 133.

(z2) Whytock’s patent, 28 Newt. Lond. Journ. 449,

a) Stat. 3 & 4 Wm. 4, cap. 41, ss. 7, 9.

%h Stat. 3 & 4 Wm, 4, cap. 41, s. 9. (¢) Stat. 7 & 8 Vict. cap. 69, 5. 8. .

d) Stat. 3 & 4 Wm. 4, cap. 41,8.14.  (e) RulesPri. C. rule 7.

7) Raules Pri. C. December, 1835 n.

(¢) Webst. P. C. 57, n.; Pettit Smith’s patent, 7 E. F. Moo, 133 ; Downton’s
patent, Webst. P. C. 567.

(k) Woodcroft's patent, 3 E. F. Moo. 171; Lord Brougham, in re Downi¢ and
Arrindell, 3 E. F. Moo, 419,
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41, The rules of evidence r.re as nearly as possible the same as those
in a court of law. The papers containing the requisite advertisementy
must be pat in and proved. Service of notice on the parties who have
entered caveats must be proved. Defccts in proof cannot be cured by
'any admission of an opposing counsel.(2)

If the petitioners are assignees, their title must be proved, though no
notice has been given of an intention to dispute the title. (%)

42. The Court has the power to give costs by statute 3 & 4 W, 4,

cap. 31. Costs will generally be given in case of successful opposition.
The Court acts upon the prineipal, that if a party entitled to oppose does
come and cppose successfully, if costs are not given, it would discourage
people coming forward for the benefit of the public.(?) The Court will
refer it to a master to-tax all such extraordinary costs as may have been
incurred on behulf of the applicant in consequence of the caveat and op-
position, where they think that there wasno ground for the opposition.(m)
Probably no costs would be allowed except costs incurred in the matter
of the petition.
" The master of the High Court of Chancery, or other officer to whom it
may be referred to tax the costs Incurred in the matter of any petition
presented under the said Act, shall allow or disallow, in his discretion,
all payments made to persons of science or skill, examined as witnesses to
matters of opinion chiefly.(») !

'43. Before the passing of the recent Act, it was said that the Crown
might grant rencwed letters pateat at any interval after the end of the
term, so that the new term did not exceed seven years from the end of
the old one, but that persons who might use the invention in the interval
g between the *expiration of the old term and the sealing of the

[*126] new letters gponsibl 0
patent were not responsible.(o)

The proceedings by the patentee to obtain a new patent after a report
of the Judical Committee In favour of an extension, have hitherto been
the same as those necessary in order to obtain a patent in the first in-
stance.

Now, however, by stat. 15 & 16 Vict. cap. 83, s. 40, in the granting
of any new letters patent her Majesty’s order in council shall be a suffi-
cient warrant and authority for the sealing of any new letters patent and
for the insertion in such new letters patent of any restrictions, conditions,
and provisions in the said order mentioned ; and the Lord Chancellor, on
the receipt of the said order in council, shall cause letters patent, accord-
ing to :he tenor and effect of such order, to- be made and sealed in the
manner herein directed for letters patent issued under the warrant of the
law officer : provided always, that such new letters patent shall extend to,
and be available in and for such places as the original letter patent extend-
ed to and were available in:

{) Galloway’s patent, Webst. P, C. 725,

&) Wright's patent, Webst. P. C. 561.

(¢ ,}Vestrupp and Gibbins's case, Webst. P. C. 556 ; Macintosh’s patent, Webst.
P. C. 139.

(m) Webst. P. C. 567, Downton's case. (r) Rules Pri. C. rule 8.

(0) Ledsam v. Russell, 1 H. L. C. 698 ; Russell v. Ledsam, 14 M. & W, 574 ; Led-
sam v. Russell, 16 M, & W. 641.
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Provided also, that such new letters patent shall be sealed and bear
date as of the day after the expiration of the term of the original letters
patent which may first expire. ~ o

*CHAPTER XV. r*127]
THE RIGHTS CONFERRED BY LETTERS PATENT.—INFRINGEMENT.

SECTION I1I.—WHAT ACTS ARE FORBIDDEN.

1. LeTTERS patent grant to the inventor and his assigns the Queen’s
especial license, full power, sole privilege, and authority, that he and his
assigns, and such others as he shall agree with, and no others, shall,
during the term, ¢make, use, exercise, and vend his said invention
within the kingdom,” &c.; uad that he and they ¢ shall have the whole
profit accruing by reason of his invention” during the term; and to the
end that he may have the full benefit and sole use of his invention, that
no person within the United Kingdom of Great Britain and Ireland, the
Channel Islands, and Isle of Man, &ec., during the continuance of the
term, shall, «ecither directly or indirectly, make, use, or put in practice
the invention, or any part of the same, or in any wise counterfeit, imi-
tate, or resemble the same, or make, or cause to be made, any addition
thereto or subtraction from the same, whereby to pretend himself the
inventor or devisor thereof, without the consent, license, or agreement of
the patentee, his executors, &c., in writing under his hand and seal, first
obtained.”

2. By stat. 21 Jaec. 1, cap. 1, s. 1, it is enacted, that all letters patent
for the sole buying, selling, making, working, or using anything within
this realm, are altogether contrary to the laws of the realm, and so are
utterly void and of none cffect. Section 6 excepts grants of privilege
of the sole working or maling of any manner of new manufactures
within the realm to the true and first inventor of such manufactures, which
others, at the time of making such letters patent, shall not use. |

*3. The Erivilcge gran-ted appears, therefore, to be onl_y for [+128]
the sole making and working of the new manufacture, as distin-
guished from a privilege for buying, selling, or using anything.

Mr. Hindmarch says, ¢ The only thing which ean be the subject of the
privilege granted by a patent is the art by means of which the articles
are made or manufactured.(¢) The subject of the grant is the sole
right or exclusive privilege to use the invention, which must be a new
art of manufucturing vendible articles or commodities.()

4. If a man employ others to make articles according to the patentee’s
process, and sells such articles himself, that is a use of the invention by

(z) Hindmarch on Patents, 92.
(6) Ib. 230. See Boulton v. Bull, 2 H. Black. 486, Heath, J.



L

164 'NORMAN’S LAW ‘9F PATENTS.

him, upon the prineiple that he who does a thing by the hands of another
does it lyimaelﬂ'(c)

.. &. If a person sclls articles made according to the patent, such a gale
is o breach of the patentee’s right, and within the prohibitory clause of
the patent. Proof that articles essentially similar to those patented were
purchased at the shop of tho defendant, is sufficient.(d) The right to
excrcise the invention would be fruitless if goods made according to the
patent, either here or elsewhere, in places to which the patent does not
extend, could be sold in the ordinary course of trade in this country.

6. It has been questioned whether, if an article patented here, pur-.
chased abroad, or in a part of the kingdom to which a patent does not
extend, for the private use of the purchaser, is sold here as part of his
effects, it would be an infringement of the patent. To that Lord Eldon
said he did not know an answer.(¢) Probably vending means selling and
offering for sale in the way of trade.(f) The exposing of an article
intended to imitate, and which does imitate, the invention of the patentee
for sale, is not an infringement.(g)

. 7. If a machine patented is merely made by a person for *the
[*129] purpose of an experiment for his amusement, or as a model, it
has been said not to be an infringement.(2) The same law has been laid
down in the United States by Mr. Justice Story.(z) Coleridge, J. in
Minter v. Williams, observed that there might be an innocent using and
exercising of the invention.(X) It is suggested by Mr. Curtls, referring
to a decision of Mr. Justice Washington, that the motive of testing the
practical utility of an invention is no answer to the charge of having
¢tused” it; that it is not quite clear that in prohibiting the making or
using of a patent article, the legislature of the United States intended
to recognise the distinction above mentioned.(?)

8. It appears to be a matter worthy of consideration, whether, tsking
the Janguage of the patent and the statute together, the mere possession
and use of a patented article otherwise than in the process of manufac-

{ turing is an infringement of the patentee’s right.(m) In other words,

where the patent is for the thing made, whether the mere use of it with-
out license is an Infringement. If so, no one can safely buy the smallest
patented article without inquiring into the title of the dealer of whom
he buys it. A man may be bound to know of the existence of a patent.
If he makes, or causes to be mude, or sells in the way of his trade, arti-
cles in contravention of it, he may be liable. But he cannot be bouud
to know whether an article which ke buys in a shop was made by the
license of the patentee or not.

(¢) Gibson and Campbell v. Brand, 4 M. & G. 189. -

(d) The University of Oxford and Cambridge v. Richardson, 6 Vesey, 709; Gib-
gon and Campbell v. Brand, Webst, P. C. 630, Tindal, C. J., N. P.; Cornish v.
Keene, Webst. P. C. 502, Tindal, C. J., N. P. |(e¢) Per Lord Eldon, 6 Vesey, 709.

f) Per Coleridge, J., 4 A. & E. 255, Minter v. Williams.

¢) Minter v. Williams, 4 A, & E. 251.

(A) See Jones v. Pearce, Webst. P, C. 125.

(t) Swain v. Guild, 1 Gaiiison's Rep. 485, 487 ; Curtis, 249, So in France, Per-
pigna, Manuel des Inventeurs, 277. (%) Minter v. Williams, 4 A. & E. 256.

%Z) Watson v, Bladen, 4 Washington’s Rep. 683 ; Curtis on Patents, 248.

m) See notes Webst, P. C. 259, 642: Hindmarch on Patents, 492,



RIGHTSB - CONFERRED BY LETTERS PATENT. 105

- In a recent casc in the Court of Exchequer, it was urged that no one
could buy a patent article without a license under seal. Alderson, B.
answered this by saying, the object of the grant of the Crown is to pre- -
vent others than the patentee from meking the patented article for sale,
not from the use of it.(n) Letters patent say no one shall make, use, or
put in practice the invention; which does not apply to the case *¥130
of & *party buying a patent article in a shop, and using it. He [*130]
seemed to consider that the words, ¢ whereby to pretend himself the
devisor,” overrode the whole clause.(0)

In Stocking v. Llewellyn, the bill alleged that the defendant had built
and used patent cabs; an injunction: was asked to restrain him from
using them. The Vice-Chancellor stated that the relief was asked in
respect of building ; it did not appear that the defendant had built, but
only that he had bought and repaired the cabs. The injunction was dis-
solved with costs.(p) However, in Gillett v. Wilby, an action against
the owner of a cabriolet for infringing a patent, Coltman, J. left the
question to the jury whether the cabriolet alleged to have been an
iufringement was used or let out for hire by the defendant. No objec-
tion was taken by the defendant’s counsel to this rnling.(g)

O. An architeet is not liable to an action for an infringement, where a
contractor building a house and using the materials under his directions,
cmploys in the construction of it, without license, articles which infrinﬂe
u patent right.(r)

10. In a case before Vice-Chancellor Turner, the foreign owners of a
ship, without fraud, and in ignorance of the patent, caused to be made
and attached to their vessel, not being a British ship, in their own coun-
try, a screw propeller, on a principle which was covered by an English
patent, The vessel came to England with a cargo for the purposes of
trade. The Viee.Chancellor restrained by injunction the use of the
screw propeller while the vessel should be within the waters over which
the Xnglish patent extended.(s) In addition to the question whether the
mere innocent use of a patented invention is an infringement, it may
well be doubted whether in this case there was any use or exercise within
the kvngdom within the meaning of these words in the granting part of
the patent. The coming of the vessel into our waters seems to have been
merely incidental to the use and exercise of the invention in ihe ordi-
nary course of the foreign *employment of the vessel c¢a the high 5131
seas. The fact that, in coming to the shores of this country, the [F131]
screw was used in English waters was mercly accidental. The use secems
to have been, in reality, nc more a use in this country than. would have
been the use of a raiiway engine patentcd here in bringing trains from Scot-
land to = Gepot on the border, not coming further into this country than
would be necessary to enable an engine licensed here to take out the

(n) See Holmes v. London and North-Western Railway Company, C. P. 20 Law
Times, 112.

{0) Chanter v. Dewhurst, 12 M. & W. 825,

(p) Stocking v. Llewellyn 3 Law Times, 33.

(q) Gillett v. Wilby, 9 C. & P. 336; Webst. P. C. 270 ; more fully reported 2
Carp. R. 540,

Denley v. Blore, 38 Newt. Lond. Jour. C. S. 224. :
i ; Caldwell v. Van Vlissingen, 9 Hare, 415; S. C. 16 Jurist, 115.



106 NORMAN’S LAW OF PATENTS.

train, The arguments, from inconvenience, against-the soundness of
the decision scem very forcible.

11. The Dutch government having remonstrated against the decision in
the principal case, it was by stat. 15 & 16 Viet. cap. 83, s. 25, enacted,
that no letters putent for any invention granted after the passing of that
Act should extend to prevent the use of such invention in any foreign
ship or vessel which may be in any part of her Majesty’s dominions, or
in any of the waters within the jurisdiction of any of her DMajesty’s
Courts, where such patent invention is not so used for the manufacture
of any goods or commodities to be vended within, or exported from her
Mujesty’s dominions. Provided always, that this enactment shall not
extend to the ships or vessels of any foreign state of which the laws au-
thorize subjeets of such forcign state having patents, or like privileges,
for the exclusive use or exercise of inventions within its territories, to
prevent or interfere with the use of such inventions in British ships or
vessels, or in or about the navigation of British ships or vessels while in
the port of such foreign state, or in the waters within the jurisdiction of
its courts, where such inventions are not so used for the manufacture of
zoods or commodities to be vended within or exported from the territories
of such foreign state.

12. The Freneh law says, ¢ Ceux qui auront sciemment recélé, vendu,
ou exposé en vente, ou introduit sur le territoire Frangais, un ou plusieurs
objets contrefaits, scront punis des mémes peines que les contrefacteurs.(¢)

Persons who in good faith have bought for their own use and not for
purposes of trade, articles infringing the right of the patentce, may not
be liable to the payment of damages, but the articles will be confiscated.
[*132] *The following cases have been decided :—¢« Il faut que les

produits étrangers alent été introduits avec une intention &vi-
dente de faire fraude 8 la rot Irancgaise. Celui qui a fait I'importation
est excusable 8’il a agi de bonne foi.””—Douai, 11 Juillet, 1846.

¢ Celui qui a acheté une machine réputée contrefuaite ne peut étre pour-
sutvi & cause de 'usage qu’il en fait pour ses besoins personnels.”—
Rouen, 22 Mai, 1840.(u)

¢ Bonne foi ne peut étre invoquée par celui trové en possession d’objets
contrefaits destiés a étre débités. Ille peut Fétre par celui qui a acheté
pour son usage un Instrument qu’il ne savait pas étre breveté.”-—Cour
Royale de Paris, 5 Juillet, 1839 ; Cour de Cassation, 28 Juin, 1844.(x)

15.- The American statute gives a right of action for damages in case
of “makmg, using, or sclling, the thing patented.(y) The act of 1793
was repealed by the Legislature, and the present statute evacted, in con-
sesequence of a doubt whether the language of the former Act did not
couple making and using together, so that makipg without using, or
using without making was not an offence.(:) In America the mere use

(¢} Lot du 5 Juillet, 1844, sur les brevets d’invention, art. 41. See Guide Pra-
tique des Inventeurs. Truffaut, Paris, 1844,

(%) Codes Annotés (Teulet, D'Auvilliers, et Sulpicy, Paris, 1850), tome ii. table
générale 11. Perpigna, Manuel, &c. 364,
z:; Manual des Inventeurs (Perpigna), 318, 354, 357.
y) Act of July, 1836, ss. 5, 14, cited Curtis on Patents, 245.
t z) I;T'; Story, J. Whittemore v, Cutter, 1 .Gallison Rep. 429, 433 ; Curtis on Pa-
cnts, ,




