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the knowledge was obtained by deception, and that the use was fraudulent
or piratical. The meaning of “ fraudulent ” is too well known to require
definition, but it may be wise to refer to the meaning of the other adjectives
used by the Supreme Court. “ Surreptitious” means, * Iraudulently
obtained. Falsely crept in. Obtained by falsehood, fraud or stealth, by
guppression or concealment of facts.” * Piratical ¥ means, “ Acquired by
piracy or robbery.” It is entirely clear that when the courts have used these
words in patent causes they intended them to apply to acts done mala fide,
clandestinely, treacherously and by means of falsehood, fraud or breach of
trust. It is equally clear that they have never been used to characterize
knowledge obtained openly and in the due course of business or applied to
any act which is neither malum prohibitum nor malum in se. _
The question, what constitutes a fraudulent, piratical or wrongiul appropri-
ation, sale or use of the invention, is left very much as the earlier authori-
ties leave it, in obscurity. We have been referred to no case since the clear
exposition of the law in Andrews v. Hovey where a plain case of public use
earlier than two years before the application for the patent has been held to
be ineffectual as a defense because the use was surreptitious. When the
question is fairly presented it may be that the courts will hesitate to introduce
exceptions to the rule as broadly stated by the Supreme Court, with the

confusion and uncertainty incident thereto. — Eastman v. Mayor, 134 Fed.
844: 69 C. C. A. 628.

The patent was applied for and granted in May, 1864. At that time the
act of 1839 — explaining, supplementing and superseding the act of 1836 —
was in force. The seventh section of that act is as follows:

“8ce. 7T . .« That every person or corporation who has, or shall have
purchased or constructed any newly invented machine, manufacture, or
composition of matter, prior to the application by the inventor for a patent,
shal}Jbe held to possess the right to use, and vend to others te be used, the
specific machine, manufacture, or composition of matter so made or pur-
chased, without liability therefor to the inventor, or any other person
interested in such invention; and no patent shall be held to be invalid by
reason of such purchase, sale, or use prior to the application for a patent as
aforesaid, except on proof of abandonment of such invention to the publie;
or that such purchase, sale, or prior use has been for more than two years
prior to such application for a patent.”

The last clause of this section, which is particularly applicaile to this
controversy, has been condensed and tersely stated by Mr. Walker as follows:

“ A patent 1s void for the invention covered thereby when in public use
czr ongbé:;le earlier than two years before the application for the patent "

sec. 93).

The entire subject has been thoroughly examined and the conclusion of
the Supreme Court stated in Andrews v. Hovey, 123 U. S. 267, and reaffirmed
after a second exhaustive examination in the same case, 124 U. S. 694. The
question now at issue was directly involved in that case. The court says,
speaking of the numerous defenses: |

‘It 1s necessary to consider only one of them, which, in our view, is fatal
to the validity of the patent, and that is, that the invention was used in
public at Cortland, in the State of New York, by others than Green (the
inventor) more than two years before the application for the patent.”

The court says, in construing the section quoted supra:

" The evident intention of Congress was to take awav the right (which
existed under the act of 1836) to obtain a patent after an invention had for
a long time been in public use without the consent or allowance of the in-

ventor; it limited that period to two years, whether the inventor had or
had not consented to or allowed the public use.”
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After an examination of every reported case upon the rehearing the court
was confirmed in its opinion that its former decision was correct and closey
the elaborate discussion in the following language:

“‘ The sccond clause of the seventh section seems to us to clearly intend,
that, where the purchase, sale, or prior use referred to in it has been for more
than two years prior to the application, the patent shall be held to be invalid,
without regard to the consent or allowance of the inventor. Otherwise the
statute cannot be given its full effect and meaning.”

Among the authorities thus examined and overruled was Campbell ».
Mayor, 9 Fed. 500, which was the original decision holding the patent in
this suit valid. — Eastman ». Mayor, 134 Fed. 844; 69 C. C. A. 628.

Note: This case, perhaps, holds the record for long and laborious conflict.
The first device was completed and delivered for use March 28, 1860. The
application was not filed until May 13, 1864. This action was commenced
Nov. 13, 1877; and the decision herein was filed Jan. 16,1905. The litigation
covered, in round numbers, 28 years; between the filing of the application
and the final decree of the Circuit Court of Appeals 41 years; a final decree
on an invention put in use 45 years before that decree was reached.

The patent was governed by the act of Mar. 3, 1839, as to public use. That
act provided that *“ A patent is void if the invention covered thereby was in
public use or on sale earlier than two years before the application for the
patent.” (Walker’s paraphrase.) The act was without qualification. The
public use was instituted by the inventor on March 28, 1860. Notwithstand-
ing the fact that it was a perfect working device on that day, application was
not made until four years, two and one-half months had elapsed. The
excuses of experimental use and surreptitious use, to my mind, were the most
flimsy. That a case like this could remain in the courts for more than a
quarter of a century scrves to show the utter inadequacy of our patent
courts and the laws governing the trial of patent causes.

 854. Publicity.

Whether the use of an invention is public or private, does not necessarily
depend upon the number of persons to whom its use is known. If an inventor,
having made his device, gives or sells it to another, to be used by the donee
or vendee without limitation or restriction, or injunction of secrecy, and it is
so used, such use is publie, within the meaning of the statute, even though the

use and knowledge of the use may be confined to one person. — Igbert v.
Lippmann, 104 U. 8. 333; 26 L. Ed. 755.

Some inventions are by their very character only capable of being used
where they cannot be seen or observed by the public eye. An invention may
consist of a lever or spring, hidden in the running gear of a watch, or f a
ratchet, shaft or cog-wheel covered from view in the recesses of 2 machine
for spinning or weaving. Nevertheless, if its inventor sells a machine of
which his invention forms a part, and allows it to be used without restriction
of any kird, the use is a public one, within the meaning of the law. So, on
the other hand, a use necessarily open to publie view, if made in good faith
solely to test the qualities of the invention, and for the purposes of experi-
ment is not a public use within the meaning of the patent law. Elizabeth
v. Paving Co. 97 U. 8. 126; Shaw ». Cooper, 7 Pet. 292, — Egbert v. Lipp-
mann, 104 U. S. 333: 26 L. Ed. 755.

Nole: In this case, Justice Woods held that where the inventor had made
an improved corset steel and presented it to his ladylove, who used it; and
where said inventor subsequently married the donee and subsequently made
her a second corset steel — the two articles combined eovering more than
two years before patent—such use was public and constituted abandonment.
To this Justice Miller wisely dissented.
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The fact that the improvement was concealed within the safe and could
be seen only by the destruction of the safe does not avoid public use. —

Hall v. Macneale, 107 U. 8. 90; 27 L. Ed. 367; 2 8. Ct. 73.
Egbert v. Lippmann, 104 U. S, 333.

The fact that the anticipating device was concealed from view and could
not have come to public notice does not constitute a secret device such as
would take it outside the law of public use. — Brush ». Condit, 132 U. 8.

39; 33 L. Ed. 251; 10 8. Ct. 1.

The process was practised by Pettigrew and Gleason, and those who
assisted, and was open to the observation of the employees generally, and of
all who passed through the plant. We think there was abundant publicity.
— . S. Mineral ». Manville, 125 Fed. 770; 60 C. C. A. 288.

Coffin ». Ogden, 18 Wall, 120; Brush ». Condit, 132 U, S, 39; Fornerook .
Root, 127 Ugb 180; Peters v. Active, 129 U, S, 530.

$ 855. Secret Use.

Inventors may, if they can, keep their invention secret; and if they do for
any length of time, they do not forfeit their right to apply for a patent, unless
another, in the meantime, has made the invention, and secured by patent the
exclusive right to make, use and vend the patented improvement., Within
that rule and subject to that condition, inventors may delay to apply for a
patent. — Bates v. Coe, 98 U. S. 31; 25 L. Ed. 68.

Inventors may, if they can, keep their inventions secret, but if they do not,
and suffer the same to go into public use for a period exceeding what is
allowed by the patent act they forfeit their right to a patent. — Parks v.
Booth, 102 U. S. 96; 26 L. Ed. 54.

The unrestricted use of a device, without injunction to secrecy, con-
stitutes public use. — Manning v». Cape Ann, 108 U. 8. 462; 27 L. Ed. 793;
2 8. Ct. 860.

Egbert v. Lippmann, 104 U, S, 333.

The inventor built and set up and licensed to another a machine, without
restriction as to secrecy. Later minor improvements were made, but the
machine was a successful one from the start. Held: The licensee understood
its mechanism and its method of use, and was under no restriction as to the
place and manner of operation, and under no obligation of secrecy. When
the object of the use is the perfecting of an invention, the sale of the product,
if strictly incidental to an experimental use, is not a public use under sec.
4886 R. S., and will not defeat a patent. A use which is impliedly excepted
out of the prohibition of the statute is a use which may be properly char-
acterized as substantially for the purposes of experiment. ‘-When the sub-
stantial use is not for that purpose, but iz otherwise publie, and for more than
two years prior to the application, it comes within the prohibition.”~— Jenner
v, Bowen, 139 Fed. 556; 71 C. C. A. 540.

Smith ». Sprague, 123 U, S. 249; International ». Gaylord, 140 U. S. 55; Root
v, Third Ave. 146 U. S, 210; Eastman ». Mayor, 134 Fed. 844,

Distinguishing Elizabeth ». Pavement Co. 97 U. S. 126.

§ 856. Single Use.

It follows that a single instance of sale or of use by the patentee may, under
the eircumstances, be fatal to the patent. — Consolidated ». Wright, 94
U. S.92; 24 L. Ed. 68.
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Pitts ». Hall, 2 Blatchf. 235; Am. »v. Am. 4 Fisgh, 291; McMillin v, Barelay, 5
Fish, 189; McClurg ». Kingsland, 1 How. 202; Agawam v, Jordan, 7 Wall, 583.

To constitute public use of a patent it is not necessary that more than one
of the patented articles should be publicly used. The use of a great number
may tend to strengthen the proof of public use, but one well defined case of
public use is just as effectual to annul the patent as many. — Egbert »,
Lippmann, 104 U. 8. 333; 26 L. Ed. 755.

Not dependant upon the number of persons using it. — Root v. Third
Ave., 146 U. S. 210; 36 L. Ed. 946; 13 S. Ct. 100. .

Egbert v. Lippmann, 104 U. S, 333.

A single unrestricted sale proved is sufficient to establish the defense of
prior public use. — DeLamater v, Heath, 58 Fed. 414; 7 C. C, A. 279.
Fruit Jar Co. ». Wright, 94 U. 8. 92; Egbert ». Lippmann, 104 U, S, 332; Hall

v. MacNeale, 107 U. 8. 90; Mfg. Co. v. Sprague, 123 U, S. 219; Elizabeth v, Pave-
ment Co, 97 U, S. 126.

The sale of this machine was absolute, unconditional and for a valuable
consideration. As a general rule, a single unrestricted sale by the patentee
of his patented device, embodying his completed invention, is a public use
or sule within sec. 4886 of the Revised Statutes. — Swain ». Holyoke, 109
Fed. 154; 48 C. C. A. 265.

Eghert v. Lippmann, 104 U. S. 333; Fruit-Jar Co. v. Wright, 94 U, S, 92; Hall
v. MacNeale, 107 U. S. 90; Henry v. Soapstone Co, 2 Fed. 78; Sinclair v. Backus,

4 Fed. 539; Mfg. Co. v, Mellon, 58 Fed. 705; DeLamater v, Heath, 58 Fed. 414;
Mfe, Co. v. Sprague, 123 U. S. 249,

We should hesitate to lay down the broad proposition that a single sale of
a patented device for experimental purposes works a forfeiture under the
statute. We do not understand that it has ever been so expressly decided
by the Supreme Court. It is certainly doubtful whether, under such cir-
cumstances, the device ean be said to be ‘ on sale ”” within the fair meaning
of the statute. It does not follow that, because a machine has been sold,
it has passed the experimental stage. — Swain v. Holyoke, 109 Fed. 154;
48 C. C. A. 2065.

Hall ». MaceNeale, 107 U. S. 96.

There are undoubtedly cases where the striet application of this rule
(a single unrestricted sale) works great hardship. Some inventions are for
laree and enstly structures, others require a long period of time to test their
practical utility, and still others are for small devices which are attached
to large machines. 1t follows that an inventor, from lack of means or other
circumstances, may be forced to sell his patented device in order to test its
utility or efficiency. For these reasons the courts in some instances have
declined to enforce the strict rule where the sale was attended by some
exceptional circumstance. — Swain v. Holyoke, 109 Fed. 154; 48 C. C. A.
265.

Graham », MeCormick, 11 Fed. 839; Graham ». Mfe. Co. 11 Fed, 138; Harmon

v, Struthers, 57 Fed, 637: Innisv. Boiler Works, 22 Fed, 780; Eastern ». Standard,
30 Fed. 63; Draper ». Wattles, 3 Ban. & A. 618.

§ 8s7. Two Years Use.

Is fatal to the validity of the patent. — Worley ». Loker, 104 U. S. 340;
26 L. Fd. 821.

McClurg ». Kingsland, 1 How, 202; Consolidated v, Wright, 94 U, S. 92; Eebert
v. Lippmann, 104 1. 8. 333.
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while the act of 1836 made any public use fatal, the act of 1870 makes a

public use of two years prior to the application fatal to the granting of a
valid patent. — Manning v. Cape Ann, 108 U. 8. 462; 27 L. Ed. 793; 2

S. Ct. 860.

McClurg ». Kingsland, 1 How. 202; Egbert ». Lippmann, 104 U. S, 333; Fruit
». Wright, 94 U. S, 92; Worley v. Tobacco, 104 U, S. 340.

An invention which had been in publie use more than two years, whether

with or without the inventor’s consent is abandoned. — Andrews v. Hovey,
123 U. S. 267; 31 L. Ed. 160; 8 S. Ct. 101.

Statutes and authorities construed. — Andrews v. Hovey, 124 U, S. 694;
31 L. Ed. 557; 8 8. Ct. 676.

McClurg v. Kingsland, 42 U. S, 202; Pierson v, Eagle, 3 Story, 402; Hovey .
Stevens, 1 Wood & M, 290; Pitts v. Hall, 2 Blatehf, 229; McCormick v, Seymour,
2 RBlatehf. 240; Seymour ». McCormick, 57 U. S. 480; Sargent v. Seagrave, 2
Curt. 553; Kendall ». Winsor, 62 U. 8, 322; Pennock ». Dialogue, 27 U, S, 1;
Shaw v. Cooper, 32 U, 8, 292; Sanders », Logan, 2 Fish, P, C. 167; American v,
American, 4 Fish, P, C, 284; McMillin 2. Barelay, 5 Fish, P. C. 189; Russell »,
Mallory, 10 Blatcehf, 140; Jones v, Sewall, 3 Cliff. 563; Klein ». Russell, 86 U. S,
433; Henry v, Francestown, 2 B, & A, 221; Consolidated ». Wright, 94 U, S, 92;
Kelleher ». Darling, 4 Cliff. 424; Henry v, Providence, 3 B. & A, 501; Draper
». Wattles, 3 B. & A, 618; Bates v, Coe, 88 U. S, 31; Grabam v». McCormick, 10
Biss. 39; Brickill ». Mayor, 18 Blatehf. 273; Campbell v, Mayor, 20 Blatchf,
67; Davis v. Fredericks, 21 Blatchf, 556.

If an inventor applies for his patent within two years from the time that
he first exhibits his completed invention in public, no amount of public use
within that two years, either by the inventor or others, will work any for-

feiture of his right to a patent or constitute any evidence of abandonment, —
Haines v. McLaughlin, 135 U. S. 584; 22 L. Ed. 241; 10 S. Ct. 876.

Where an inventor puts his invention into public use for more than two
years without controlling his invention and in good faith seeking to perfect
the same, such use avoids the patent. — Root ». Third Ave., 146 U. S. 210;
36 L. Ed. 946; 13 S. Ct. 100.

Eizabeth ». Nicholson, 97 U. S. 126; Smith ». Sprague, 123 U. 8. 249; Hall »,
MacNeale, 107 U, 8. 90; Egbert ». Lippmann, 104 U. S. 333.

§ 858. Miscellaneous Rules.,

The acquiescence of an inventor in the public use of his invention ecan in
no case be presumed, where he has no knowledge of such use. DBut this
knowledge may be presumed from the circumstances of the case. — Shaw
v, Cooper, 7 Pet. 292; 8 L. Ed. 699.

Where the employee invents under hire and employer uses, such use, if for
more than two years is public use and 1s not avoided by any part ownership
by the employer. — Worley v, Loker, 104 U. S. 340; 26 L. Ed. 821.

An inventor cannot relieve himself of the eonsequences of the prior publie
use of his patented invention by assigning an interest in his invention or

patent to the person by whom the invention was used. — Worley ». Loker,
104 U. 8. 340; 26 L. Ed. 821.

S \gimg ;onstitutes. — Hall ». MacNeale, 107 U. S, 90; 27 L. Ed. 367; 2

Coffin v, Ogden, 18 Wall. 120.
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It follows from this principle (rule in Penna. ». Locomotive, 110 U, §,
490) that, where the public has acquired in any way the right to use a machine
or device for a particular purpose, it has the right to use it for all the like
purposes to which it can be applied, and no one can take out a patent to cover
the application of the device to a similar purpose. — Blake ». San Francisco,
113 U. S. 679; 28 L. Ed. 1070; 5 S. Ct. 692.

It will hardly be contended that the mistaken advice of a patent solicitor
can override a statute of the United States, — Eastman v. Mayor, 134 Fed,
844; 69 C. C. A. 628.

PUBLIC USE PROCEEDINGS.

General Statement § 859
See — Interference § 580; Public Use § 849

§ 859. General Statement.

These proceedings are similar to protests (see § 848), and appear to have
grown up in much the same way. While a protest proceeding may inform
the Commissioner as to prior publication, these proceedings are to inform him
as to public use. Both proceedings have as their object the assistance of the
Commissioner in performing his duties under sec. 4893. As appears from
the ease quoted from below, it is not a proceeding which a contestant before
the Office ean institute without some risk to himself; for the establishment of
a prior use to defeat an opponent may operate to defeat both parties.

The public use, therefore, carried back more than two years prior to Beck-
ert’s application, antedates the new application of Currier for a still longer
period, and prevents not only Beckert’s fourth claim, but the claim of the
patent in suit, from covering needles with headed pins. -— Dodge v. Jones,
159 Fed. 715; 86 C. C. A, 191,

REDUCTION TO PRACTICE.

General Statement § 860 Priority § 866

Diligence § 861 What Constitutes § 867

Essential to Patentability § 862 See — Experiment § 412;: Operatives
I'xperiment § 863 (see § 412) ness § 781; Priorily § 811; Pullic
Last Step Rule § 864 Use § 849

Operativeness § 865

§ 860. General Statement.

What has been said with reference to operativeness (§ 781) applies largely
to this subjeet. The statute (sec. 4886) requires that an invention, in order
to be patentable, shall not only be new but useful. It is seH-evident that an
invention which cannot be reduced to practice without further invention is
not patentable by rcason of non-utility. Moreover, the statute requires
that the specifieation shall recite the manner and process of making, con-
strueting, compounding and using the invention, in such full, clear, concise
and exact terms as to enable any person skilled in the art or science to which
it appertains, or with which it is most nearly connected, to make, construct,
compound, and use the same: and in casc of a machine, he shall explain the
principle thereof, and the best mode in which he Has contemplated applying
that prineiple. IR. 8. 4888,

Since the furnishing of a model (sec. 4891) is not mandatory, and the re-
quiirement has fallen into desuetude, the Commissioner has no means of
knowing, in many eases, whether the invention is operative, or has been
reduced to practice to any extent whatever. One who has had any con-
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siderable experience in patent soliciting well knows that many inventions
pass directly from the drafting board to the patent specification, without
ever having been embodied in a machine. Many of these paper patents are
never reduced to practice — many never could be. There is evidently a
tendency on the part of the courts, in some cases, to limit the application of
such paper patents as showing anticipation (§ 92). It must be borne 1n Iplqd
that failure to reduce to practice or inoperativeness are not questions within
the rule of non-user as laid down by the Supreme Court in Continental v.
Eastern, 210 U. S. 405 (§ 574).

§ 861. Diligence.

The settled rule of law is, that whoever first perfects a machine is entitled
to the patent, and is the real inventor, although others may have had the
idea and made some experiments toward putting it in practice. He is the
inventor and is entitled to the patent who first brought the machine to per-
foction and made it capable of useful operation. — Agawam », Jordan, 74
U. S. 583; 19 L. Ed. 177.

Washburn », Gould, 3 Story, 133.

A complicated inventiun, requiring many experiments and much study to
give it practical form, would reasonably delay a reduction to practice after
the first conception for a greater length of time than where the idea and the
machine embodying it were simple in character. Then, too, the sickness of
the inventor, his poverty and his engagements in other inventions of a similar
kind, are all circumstances which may afiect the question of reasonable

diligence. — Christie v. Seybold, 55 Fed. 69; 5 C. C. A. 33.

Bradford v. Corbin, 6 O. G. 223; Webster v, Carpet Co. 5 Q. G. 522; Cox .
Griges, 1 Biss 362; Munger v, Connell, 1 O, G. 491; Proctor v, Ackroyd, 6 O. G.
603; Cushman », Parkam, 9 O, G. 1108,

§ 862, Essential to Patentability.

Original and first inventors are entitled to the benefit of their inventions
if they reduce the same to practice, and seasonably comply with the re-
quirements of the patent law in procuring letters patent for the protection
of their exclusive rights. Crude and imperfect experiments are not sufficient
to confer a right to a patent; but in order to constitute an invention, the
party must have proceeded so far as to have reduced his idea to practice and
emllnjullig(fll %t3in some distinet form. — Seymour v. Osborne, 78 U. S. 516;
20 L. Ed. 33. ‘

An invention in order to be patentable must be more than a mere ex-
periment; its utility must have been established by reduction to practice. —

Seymour v. Osborne, 78 U. 8. 516; 20 L. Ed. 33.

This was a problem of the reconciliation of antagonisms, which so often
occurs in mechanics and without which practically successful results are not

gtltgained. — Consolidated v. Crosby, 113 U. 8. 157; 28 L. Ed. 939; &§ 8. Ct.
513.

A conception of the mind is not an invention until represented in some
physical form, and unsuccessful projects or experiments, abandoned by the
inventor, are equally destitute of character. — Clark v. Willimantie, 140
U. 8. 481; 35 L. Ed. 521; 11 S. Ct. 846.
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§ 863. Experiment.

What constitutes legitimate experiment In reducing to practice, see
— Smith v. Sprague, 123 U. 8. 249; 31 L. Ed. 141; 8 S. Ct. 122,

§ 864. Last Step Rule.

In the law of patents it is the last step that counts. — Washburn v. Beat
Em All, 143 U. S. 275; 36 L. Ed. 154; 12 8. Ct. 443.

Loom Co. ». Higgins, 105 U, S. 580; Safety Valve Co. v. Crosby, 113 U, §,
157; Smith v, Goodyear, 93 U, S. 486; Magawan v. N.. Y. 141 U. 8. 332,

§ 865. Operativeness.

All we know is that he found out that, by changing the intensity of g
continuous current so as to make it correspond exactly with the changes in
density of air caused by sonorous vibrations, vocal and other sounds could
be transmitted and heard at a distance. This was the thing to be done,
and Bell discovered the way of doing it. — Telephone Cases, 126 U. §, 1;
31 L. Ed. 863; 8 8. Ct. 778.

Although at the time Bell applied for his patent he had never actually
transmitted spoken words so that they could be distinctly understood, so
long as he had described the device with sufficient precision to enable one
skilled in the art thereafter to produce a speaking telephone, it was sufficient.
‘ Where the question is whether a thing can be done or not, it is always easy
to find persons ready to show how not to do it.”” ~— Telephone Cases, 126
U.S. 1; 31 L. Ed. 863; 8 S. Ct. 778.

Loom v, Higgins, 105 U. S. 580.

The law does not require that a discoverer or inventor, in order to get 2
patent for a process, must have succeeded in bringing his art to the highest
degree of perfection. It is enough if he deseribes his method with sufficient
clearness and precision to enable those skilled in the matter to understand
what the process is, and if he points out some practical way of putting it in
operation. — Telephone Cascs, 126 U. 8. 1; 31 L. Ed. 863; 8 8. Ct. 778.

The patent laws were not designed for the benefit of the man who attempts
to originate a useful thing, but rather to reward the one who first achieves
sur-ss in the production of it. It would be a perversion of the law to hold
a machine which can do certain kinds of work to be an infringement of a
patent for a different machine, which cannot do the same work. — Norton
v. Jensen, 49 Fed. 859; 1 C. C. A, 452.

His patent should not be declared void because he was in doubt as fo
which of the compositions would prove the most satisfactory in a commereijal
sense, or because he had not practically and finally tested and chemically
isolated all the matier or material containing the required cohesive, ad-

hesive and acid resisting qualities. — American v, Howland, 80 Fed. 395;
25 C. C. A. 500.

Telephone Cases, 126 U, S, 1,

§ 866. Priority.

However brilliant the discovery of the new principle may be, to make it
useful 1t must be applied to some practical purpose. Short of this no patent
can be granted. And it would not seem to be a work of much labor for a
man of ingenuity to deseribe what he had invented. The principle may he
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the new and valuable discovery, but the practical application of it to some
useful purpose is the test of its value.— LeRoy v. Tatham, 63 U. S.132;

i6 L. Ied. 366.
LeRoy ». Tatham, 14 How, 156, 176.

He is the first inventor and entitled to the patent, who, being an original
discoverer, has first perfected and adapted the invention to actual use. —
Whitely v. Swayne, 74 U. 8. 685; 19 L. Ed. 199.

Curt. Pat. 43 and notes,

He who first publishes his device, puts it upon record, makes use of it
for a praclical purpose, and gives it to the public, by which it is eagerly
seized upon should have doubts of invention resolved in his favor. — Wash-
burn ». Beat Em All, 143 U. 8. 275; 36 L. Ed. 154; 12 S. Ct. 443.

§ 867. What Constitutes,

A machine is said to be complete when the apparatus is attached substan-
tially complete in its operative parts. And it is not necessary that it should
be (lﬂiﬂgd work, so lopg as it is capable of it. — Troy ». Odiorne, 58 U. S. 73;
15 L. Ed. 37.

A patentable invention is & mental result. It must be new and shown to be
of practical utility. Everything within the domain of the conception belongs
to him who conceived it. The machine, process or product is but its material

reflex and embodiment. — Smith v. Nichols, 88 U. S. 112; 22 L. Ed. 566.

It can hardly be claimed that the rough sketch made by Seybold of his
proposed press was a reduction to practice. It has been held in many cases,
that drawings much more complete than the one here testified to, are not
reductions to practice, as against a subsequent conceiver who first made an
actual operative machine. — Christie v. Seybold, 55 Fed. 69; 5 C. C. A. 33.

Reeves v, Bridge Co. 5 Fish, P, C. 456; Lubricator ». Renchard, 9 Fish, 263;
Drill Co. v. Simpson, 29 Ied, 288; Ellithorpe v, Robertson, 4 Blatchf, 307; Draper
v, Mills, 13 O. G. 276; Odell v. Stout, 22 Fed. 159,

Expression of the means of an alleged invention, in a drawing or sketch,
s frequently the best attainable evidence of the needful * representation in
physical form,” and may rightly be aceepted as satisfactory proof of such
fact, when fairly authenticated, definite, and reasonable under the circums-
stances. — Consolidated v. Adams, 161 Fed. 343; 88 C. C. A. 355.

REHEARINGS.

General Statement § 868 §§ 138-9; Pleading and Praclice
Sce — Adjudication § 35; Appeals § 788; Reopening Case § 890

§ 868. General Statement.

Rules regarding rehearings are rules of practice not peculiar to patent
causes. As will be seen from the following citations, the courts apply these
general rules to patent causes with no substantial variation.

After the case has been heard and decided upon its merits, the plaintiff
could not file a disclaimer in court, or introduce new evidence upon that or
any other subject, except at a rehearing granted by the court, upon such terms
as 1t saw fit to impose. The granting or refusal, absolute or conditional, of
a rehearing in equity, as of a new trial at law, rests in the discretion of the
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court in which the case has been heard or tried, and is not a subject of appeal.
The terms imposed are & condition precedent to a rehearing not having been
complied with, the disclaimer was not in the case. — Roemer ». Neumann,

132 U. S. 103; 33 L. Ed. 277;. 10 S. Ct. 12.

In reaching our conclusions of fact in this case, we have not been unmindful
of the abuses which the strict rules enforced in the allowing of the rehearings
were adopted to prevent. Where an elaborate opinion of the court of last
resort upon the evidence is published, and the weaknesses of the losing side
are clearly brought out, and the defeated party is thereafter given an
opportunity to strengthen the defects of his case by evidence as to trans.
actions long past and machinery long since cast into the scrap heap, there is
great danger that the exigencies of the case may lead witnesses to round
out evidence beyond that which exact truth would permit. Such evidence
must be taken with great caution, and weighed in the light of this danger. —
Potts v. Creager, 97 Fed. 78; 38 C. C. A. 47,

REISSUES.
The Statute § 869 Different Invention § 881
Abandoned Claim § 870 (see § 1) Disclaimer § 882 (see § 339)
Broadening General Rules § 883
Not Permissible — In General § Grounds for § 884
871 Inadvertence, Accident, or Mistake
Not. Permissible — Omitting Ele- § 885
ments § 872 Scope of § 886
When Permissible § 873 Surrender — Effect of § 887
Miscellaneous Rules § 874 Tests of Validity § 888
Delay Miscellaneous Rules § 889
Excusable § 875 See — Assignment § 173; Commis-
Fatal § 876 sioner of Patenls § 258; Defenses
General Rules § 877 § 310; Disclaimer § 339; Divisional
Intervening Rights § 878 Patenting § 348; Double Patenting
Miscellaneous Rules § 879 § 3566; Iraud § 425; Infringement
Decision of Cominissioner § 880 § 522; Laches § 731

§ 86g9. The Statute.

Whenever any patent is inoperative or invalid, by reason of a defective
or insufficient specification, or by reason of the patentee claiming as his own
invention or discovery more than he had a right to claim as new, if the error
has arisen by inadvertence, accident or mistake, and without any fraudulent
or deceptive intention, the Commissioner shall, on the surrender of such
patent and the payment of the duty required by law, cause a new patent
for the same invention, and in accordance with the corrected specifieation,
to be issued to the patentee, or, in case of his death or of an assignment of
the whole orany undivided part of the original patent, then to his executors,
administrators, or assigns, for the uncxpired part of the term of the original
patent. Such surrender shall take effect upon the issue of the amended
patent. The Commaissioner may, in his discretion, cause several patents to
be issuced for distinet and separate parts ot the thing patented, upon demand
of the applicant, and upon payment of the required fee for a reissue for each
of such reissued letters patent. The specifications and claim in every such
case shall be subject to revision and restriction in the same manner as original
applications are. Every patent so reissued, together with the corrected
specifications, shall have the same effect and operation in law, on the trial
of all actions for causes thereafter arising, as if the same had becn originally
filed in such corrected form; but no new matter shall be introduced into the
specification, nor in case of a machine patent shall the model or drawings be
amended, except each by the other; but when there is neither model nor
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drawing, amendments may be made upon proof satisfactory to the Commis-
gioner that such new matter or amendment was a part of the original inven-
tion, and was omitted from the specification by inadvertence, accident, or

mistake, as aforesaid. R. S, 4916.

Patents may be granted and issued or reissued to the assignee of the in-
ventor or discoverer; but the assighment must be first entered of record in
the Patent Office. And in all cases of an application by an assignee for the
issue of a patent, the application shall be made and the specification sworn
to by the inventor or discoverer; and in all cases of an application for a
reissue of any patent, the application must be made and the corrected
specification signed by the inventor or discoverer, if he 1s living, unless the
patent was issued and the assignment made before the cighth day of July,

1870. R. S. 4895.
§ 870. Abandoned Claim,

Indeed we have heretofore expressed doubts whether reissued letters patent
can be sustained in any case where they contain claims that have once been
formally disclaimed by the patentee, or rejected with his acquiescence and
he has consented to such rejection in order to obtain his letters patent. —
Goodyear v. Davis, 102 U. 8. 222; 26 L. Ed. 149.

Leggett v. Avery, 101 U, 8. 256.

When applicant abandoned a claim under pressure of rejection it does not
follow that such rejection implies that the claim is otherwise covered, —
Yale ». James, 125 U. S. 447; 31 L. Ed. 807; 8 S. Ct. 967.

Swain v. Ladd, 102 U. S. 408.

A claim once abandoned in the Patent Office and restored in the reissue

cannot be admitted in consistency with numerous decisions by this court. —
Yale 2. Berkshire, 135 U. S, 342; 34 L. EEd. 168; 10 S. Ct. S84.

§ 871. Broadening — Not Permissible — In General.

The practice of the art of broadening claims by reissue to cover subsequent
invention 18 to be condemned, and the reissue to be limited. — Burr ».
Duryee, 68 U. S, 579; 17 L. Ed. 660.

The new art of expanding patents for machines into patents for “ a mode
of operation,” a function, a principle, a result, so that by an cquivoeal
use of the term * equivalent " a patentee of an improved machine may sup-
press all further improvements, is to be condemned. — Case v. Brown, 69
U. S. 320; 17 L. Ed. 817.

Burr v. Duryee, 1 Wall, 535; McCormick v. Talcott, 20 How. 405.

It is clear that the commissioner has no jurisdiction to grant a reissue
except for the same invention as the original. — Seymour ». Osborne, 78
U. 8. 516; 20 L. Ed. 33.

75gahart v. Austin, 2 Cliff. 536; Curt. Pat. 276; Woodworth v. Stone, 3 Story,

We think it proper to reiterate our disapprobation of these ingenious
attempts to expand a simple invention of a distinet device into an all-
embracing claim, calculated by its wide gencralizations and ambiguous
language to discourage further invention in the same department of industry

and to cover antecedent inventions. — Carlton ». Bokee, 84 U. S. 463-
21 L. Ed. 517.
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It appears on the face of the reissue that it is for a difierent invention,
for the reissue is attempted to be sustained only on the ground that it jsfor
a single stage process. — American v. Fiber, 90 U. S. 566; 23 L Ed. 31.

A reissue could only be granted for the same invention embraced in the
original patent, the specification could not be substantially changed, cither
by addition of new matter or the omission of important particulars, so gg
to enlarge the scope of the invention. — Russell v. Dodge, 93 U. 8. 460:
23 L. Ed. 973.

Morey v. Lockwood, 8 Wall, 230,

The original covered only the J)roccss. In the reissue division was made, one
Y:xtent covering the process and the other the product. Held: Invalid. —
‘owder v. Powder, 98 U. S. 126; 25 L. Ed. 77.

Burr ». Duryce, 1 Wull. 575; Seymour r, Osborne, 11 Wall, 516; Gill v, Wells,
22 Wall. 1; Wood Paper Pat, 23 Wall, 566.

A reissue for a broader claim than the original, especially when it embraces
matter previously rejected and disclaimed by amendment or in obtaining
an extension, is invalid. — Leggett v. Avery, 101 U. 8. 256; 25 L. Ed. 865.

Here is a sweeping generalization, which reissue claims taken literally,
would give to the patentee a monopoly of all water wheels having simul-
tancously an effective inward and downward flow and discharge, whatever
might be the shapes of the floats, or of the crown.,

The mistake of the patentee, or his assigns, scems to have been in sup-
posing that he was eutitled to have inserted in a reissue patent all that he
might have applied for and had inserted in his original patent. A reissue can
be granted only for the same invention which was originally patented. If

it were otherwise, a door would be opened to the admission of the greatest
frauds. — Swain v. Ladd, 102 U. S. 408; 26 L. Ed. 184.

This court has repeatedly held that if, on comparing a reissue with the
original, the former appears on its face to be for a different invention from that
deseribed or indicated in the latter, it must be declared invalid. — Ball ».
Langles, 102 U. 8. 128; 26 L. Ed. 104.

Seymour v. Osborne, 78 U. 8. 5106; Russell ». Dodge, 93 U. 8. 460.

If the reissued patent is to be construed as appellant insists it should be
and as it must be to include the defendant’s devices it is broader than the
original patent and therefore void. — Hopkins ». Corbin, 103 U. 8. 786;
26 L. Ed. 610).

Wood Paper Patent, 93 U, S. 566; Powder v. Powder, 98 U, S. 126; DBall .
Langles, 102 11, S, 128; Russell ». Dodge, 93 U. 8. 460; Swain », Ladd, 102 U,
S. 408; Wicks v, Stevens, 2 Woods, 312.

The general rule and leading case (quoted § 873) -— Miller v. Brass Co.
. 104 U. S. 350; 26 L. Ed. 783.

General rule followed. — Guidet v. Brooklyn, 105 U. S. 550; 206 L. Ed. 1106.

General rule applied and followed. — Johnson v. Flushing, 105 U. S. 539;
26 L. Ed. 1162.

Giant v». California, 6 Sawy, 508; Powder v. Powder, 98 U, 8. 126; Ball v.
Langles, 102 U, 8. 128; James ». Campbell, 104 U. S, 356.
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A reissue for a broader claim than warranted by the original is void, —
Bantz ¢. Frantz, 105 U. 8. 160; 26 L. IXd. 1013.

Miller v. Brass Co. 104 U, S. 350,

Broadening claim voids patent. — Matthews v. Boston, 105 U. S. 54;
26 L. Ed. 1022.
Miller ». Brass Co. 104 U, 8. 350.

The specification and first claim of the reissued patent is a plain attempt
to include a device which was not and could not be fairly covered by tge
original patent. The claim is, therefore, for that reason void. — Moffitt v.
Rogers, 106 U. S. 423; 37 L. 5ud. 76; 1 S. Ct. 70.

Gill ». Wells, 22 Wall. 1: Wood Paper Pat. 23 Wall, 566; Powder v. Powder,
gs U. S. 126; Ball v. Langles, 102 U. S. 128; Miller », Brass Co. 104 U. S. 350;
James v, Campbell, 104 U. 8, 356; Heald v, Rice, 104 U, S. 737; Bantz v. I'rantz,
105 U. S. 160; Johnson ». R. R. 105 U. 8. 539,

It is quite clear that the original patent covered a mechanism to accomplish
a specific result, and that the reissued patent covers the process by which the
result is attained, without regard to the mechanism used to accomplish it.
The reissue is therefore much broader than the original patent, and covers

every mechanism which can be contrived to carry on the process. — Wing
r. Anthony, 106 U. 8. 142; 27 L. Ed. 110; 1 8. Ct. 93.

Powder v, Powder, 98 U. S, 126; Campbell v. James, 104 U. 8. 356;: Heald ».
Rice, 104 U, S, 737; Gill v. Wells, 22 Wall. 1; Wood Paper Pat. 23 Wall. 566;
Ball ». Langles, 102 U. S, 128; Mller ». Brass Co. 104 U. S, 350: Johnson v,
R. R, 105 U. S, 539; Bantz v, Frantz, 105 U. S. 160.

If so construed 1t is invalid as being for a different invention from any
invention found in the original patent. And if it is so limited as to be no

broader than the claim of the original patent, there has been no infringement
of it. — Gosling v. Roberts, 106 U. S. 39; 27 L. Ed. 61; 1 8. Ct. 26.

The expansions in the reissue were afterthoughts, developed by the subse-
quent course of improvement, and intended to cover matter appearing in
subsequent patents. No excuse is given for the delay and no inadvertence,
accident or mistake is shown. — Clements v. Odorless, 109 U. 8. 641; 27
L. I 1060; 3 8. Ct. 525.

Miller v. Brass Co. 104 U, S, 350; James ». Campbell, 104 U, S. 356.

The original patent was issued July 7, 1863. Eleven years after, in 1874,
the competition of the appellant’s device became apparent and was felt. In
1875, application was made for the reissue; the original patent was sur-
rendered and the patent reissued July 13, 1875, Here is a delay of nearly
12 years, without the offer of an explanation or excuse, without even the
suggestion of inadvertence or mistake in the original application. The only
inference that can be drawn is, that the discovery and experience of success-
ful competition in 1874 suggested first and led to the discovery that the
original claim did not cover everything that might have been embraced and

was not broad enough to maintain the monopoly desired but not secured. —
Turner v. Dover, 111 U. 8. 319; 28 L. Ed. 442; 4 S. Ct. 401.

Miller v. Brass Co. 104 U, 8, 350; Clements ». Odorless, 109 U. S. 641,

If the claim is to be construed so broadly as to cover the defendant’s
article, it is wider in scope than the original actual invention, and wider than
anything indicated in the specification of the original patent, and that, if it
1s to be so construed asto cover only the product which the process described
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in it will produce it is not shown that the defendant’s article is that product

or can be practically produced by that process. — Cochrane v. Badisclie,
111 U. S. 293; 28 L. Ed. 433; 4 S. Ct. 455.

It is plain that the claims mentioned include many devices not envered by
the original patent, and are void. — McMuwrray v». Mallory, 111 U. S, 97.
28 L. Ed. 365; 4 5. Ct. 375.

Gill v, Wells, 22 Wall, 1; Wood Paper Pat. 23 Wall, 566; Powder v. Powder,
98 U. S. 126; Ball ». Langles, 102 U, S. 128; Miller », Brass Co. 104 U, 8, 350;
James v. Campbell, 104 U, S, 356; Heald ». Rice, 104 U. S. 737; Johnson v,

ﬁ2R. 105 U. S. 539; Bantz v. Frantz, 105 U. S. 160; Wing », Anthony, 106 U. S,

It is clear on the face of the patent that the only object of the reissue was
to enlarge the claims. The description was not altered in the least. The
claims in the original patent were clear and explicit, one of these being sub-
stantialiy retained in the reissue. Nothing was altered, nothing was changed,
bit to multiply the claims and to make them broader. And this was done,
not for the benefit of the original patentee but for that of his assignee; and
was done after the lapse of nearly four years. — Mahn v. Harwood, 112 U. S.
354: 28 L. Ed. 665; 5 8. Ct. 174.

Miller ». Brass Co. 104 U, S. 350.

The rule in Miller v. Brass Co. 104 U. S. 350, and James v. Campbell, 104
U. S. 336, followed and approved. — Coon ». Wilson, 113 U. S. 268; 28 L.
Kd. 963; 5 8. Ct. 537.

Mahn ». Harwood, 112 U. S. 3564.

The first claim of the reissue is bad, not only beecause it was for something
the patentee had expressly diselaimed in the original patent, but because, as
the evidence clearly shows, there was nothing new in the dies themselves. --

Beccher v. Atwater, 114 U. S. 523; 29 L. Ed. 232; 5 S. Ct. 1007.

The suggestion in the second reissue of its adaptability to a certain use,
not found in the original patent or in the first reissuc is new matter, so far as
anything in it can be invoked to confer patentability on the article. —

Gardner v. Herz, 118 U. S. 180; 30 L. Ed. 158; 6 5. Ct. 1027.

The alterations, it is said in argument, had the effect only of giving a
more full, complete, and accurate deseription of the same mechanism; but,
in point of fact, the alterations changed the shape of the specification in such
a way as to admit the new and enlarged claim in a manner in which it could

not have been made upon the original description. — Hartshorn v. Saginaw,
119 U. 8. 664; 30 L. Ed. 539; 7 5. Ct. 421.

Broadening by claiming a different thing voids the patent. — Ives ».
Sargent, 119 U. 8. 652; 30 L. Ed. 544; 7 S. Ct. 436.

Broadening the claims voids the patent. — Newton ». Furst, 119 U. S.
373: 30 L. Ed. 442; 7 5. Ct. 369.

As the patent is not susceptible of a broad construction, the reissue is a
material expansion and enlargement of it. As such expansion appears to
be the only object of the reissue, and as the application for the reissue was not
made until nearly five years after the original was granted, the case comes
within the ruling of Miller ». Brass Co. 104 U. 8. 350. — White v». Dunbar,
119 U. 8. 47; 30 L. Ed. 303; 7 5. Ct. 72,
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The design manifest is to cover such a structure as that of the defendants.
No inadvertence, accident or mistake is shown. This reissue patent is
invalid. — Worden v. Searls, 121 U. §. 14; 30 L. Ed. 853; 7 S. Ct. 814.

The court adheres strictly to the view, that, under the statute, the com-
missioner has no jurisdiction to grant a reissued patent for an invention sub-
stantially different from that embodied in the original patent, and that a
reissue granted not in accordance with that rule is void. — Parker ». Yale,
123 U. S. 87; 31 L. Ed. 100; 8 8. Ct. 38.

Burr v. Duryee, 68 U, S, 531; Seymour v, Osborne, 71 U. S. 516; Gill v. Wells,

§7 U. S. 1; Giant v, California, 98 U. S, 126; Mahn ». Harwood, 112 U, S, 354;
Coon v. Wilson, 113 U, S. 268; Ives v. Sargent, 119 U, S, 652; Corn Planter

Patent, 80 U, S, 1851.

The drawings cannot be used, even on an application for a reissue, much
less on a disclaimer, to change the patent and make it embrace a different
invention from that described in the specification. — Hailes v. Albany, 123
U.S. 582; 31 L. Ed. 284; 8 8. Ct. 262.

Parker v. Yale, 123 U. S, §7.

General rule followed. — Dryfoos v. Wiese, 124 U. S. 32; 31 L. Ed. 362;
8 S. Ct. 354.

The general rules of recent cases followed. — Yale ». James, 125 U. S. 447;
31 L. Ed. 807; 8 8. Ct. 967.

Miller ». Brass Co. 104 U. 8. 350; Mahn ». Harwood, 112 U, S, 354; Parker
v. Yale, 123 U. S, 87; Matthews v. Iron, 123 U, 8, 347; Swain v, Ladd, 102 U, S.
408.

When it does not appear that any attempt has been made to secure by the
original patent the inventions covered by the new claims in the reissue,
those inventions must be regarded as having been abandoned or waived,
so far as the reissue was concerned. — Hoskin ». Fisher, 125 U. 8. 217; 31
L. Ed. 759; 8 8. Ct. 834.

Parker v. Yale, 123 U, S, 87,

The enlargement of the claims in the reissue, so as to embrace machines
not containing that feature, is void. — Farmer’s v. Challenge, 128 U, S. 506
32 L. Ed. 529; 9 S. Ct. 146.

It is well settled that a reissue can only be granted for the same invention
intended to be embraced in the original patent; and the specification
cannot be substantially changed, either by the addition of new matter or the
omission of important particulars, so as to enlarge the invention as intended
{o be originally claimed. — Pattee v. Kingman, 129 U, S. 294; 32 L. Ed.
700; 9 S. Ct. 389.

Where it appears that the original specification was not defective or
insufficient and that the patent was not inoperative; and where it was
apparent that the sole object of the reissue was to obtain an enlarged elaim;
and where the subject-matter of the renewal had becn adjudicated in the
Patent Office on the original application and the applicant had acquiesced
in such adverse action by the Department, the effect of such an abandonment
of a claim upon the validity of a reissue has been often adjudged by this court
as fatal. — Yale ». Berkshire, 135 U. S. 342; 34 L. Ed. 168; 10 8. Ct. 884.

Leggett v, Avery, 101 U. S, 256; Mahn v. Harwood, 112 U. 8. 354: Union v.

g. SS.3i:132 U. S. 624; Shepnrd v. Carrigan, 116 U. 8. 593; Roemer ». Peddie, 132



788 THE FIXED LAW OF PATENTS § 871

A reissue is an amendment and cannot be allowed unless the imperfections
in the original patent arose without fraud, and from inadverience, accident or
mistake. R. S. 4516. Hence the reissue cannot be permitted to enlarge the
claims of the original patent by including matter once intentionally omitted.
Acquicscence in the rejection of a claim, its withdrawal by amendment,
either to save the application or to escape interference, the acceptance of g
patent containing limitations imposed by the Patent Office, which narrow
the scope of the invention as at first described and claimed — an instance of

such omission. — Dobson v. Lees, 137 U. 8. 258; 34 L. Ed. 652; 11 8. Ct. 71.

Union », U. 8, 112 U, 8. 624; Sllel)ard v, Carrigan, 116 U, 8. 5§93; Roemer »,
Peddie, 132 U. S. 313; Yale », Berkshire, 135 U. S, 342,

The applicant having withdrawn a similar claim in his original applica-
tion in order to obtain his original patent, and the present claim being for a
different invention from that covered by the original patent, it is void. —

Dobson ». Lees, 137 U. 8. 258; 34 L. Ed. 652; 11 8, Ct. 71.

Giant v, California, 98 U. S, 126; Leggett v. Avery, 101 U. S. 256; Swain 7,
Ladd, 102 U, S. 408; Goodyear v. Davis, 102 U, 8. 122,

Where only a single magnet and a single armature were shown, applicant
cannot pluralize these terms in an amended claim. — Electric v. Boston,

139 U. 8. 481; 35 L. Ed. 250; 11 S. Ct. 636.

A reissue where the celaims are extended to cover new matter 18 invalid

regardless of the promptness in applying for the reissue. — Freeman v,
Asmus, 145 U. 8. 226; 36 L. Ed. 685; 12 5. Ct. 821.

Mahn ». Harwood, 112 U, S, 354; Coonv. Wilson, 113 U, S, 268; Ivesv. Sargent,
119 U, 8. 652; Parker v, Yale, 123 U, S, 87; Matthews v. Ironclad, 124 U, 8, 347;
Hoskin v. Fisher, 125 U, S, 217; Flower v, Detroit, 127 U, 8. 563, Yale v». Berk-
%ﬁ:g, 113&3 U. S. 342; Electric v. Boston, 139 U, 8, 481; Toplff v. Topliff, 145

. D, 156.

Unless a clear mistake had been made in the wording of the claim, a reissue
cannot be had merely to enlarge the claim. — Huber v. Nelson, 148 U. §.
270; 37 L. Iid. 447; 13 8. Ct. 603.

Miller ». Brass Co. 104 U. 8. 350; Mahn », Harwood, 112 1], S. 354; Ccon v,
Wilson, 113 U. S. 268; Burr v. Duryee, 68 U. 8. 531; Gill v. Wells, 89 U, 8, 22,

ixpansion of claim to embrace invention not specified in original patent
renders claim invalid. — Leggett v. Standard, 149 U. S, 287; 31 L. Ed. 737;
13 8. Ct. 902.

Miller ». Brass Co. 104 U, S. 350; Mahn ». Harwood, 112 U. S. 354; Wollen-
sak ». Reiher, 115 U. 8. 96.

Applicant having withdrawn rejected claims and substituted narrow
claims cannot insist on construction of reissue claim to cover original claim,

— Corbin ». Eagle, 150 U. 8. 38; 37 L. Ed. 989; 14 S. Ct. 28.

Shepard ». Carrigan, 116 U. S, 5§93; Roemer v. Peddie, 132 U. S. 313; Royer
v. Coupe, 146 U, S. 524.

Patent Office having rejected a claim and re’ection acquiesced in, applicant
estopped to claim such construction. — Morgan ». Albany, 152 U. 8. 425;

38 L. Ed. 500; 14 8. Ct. 627.

Leggett v. Avery, 101 U, S, 256; Shepard v. Carrigan, 116 U. S, 593; Crawford
v. Heysinger, 123 U. S, 589; Union Cartridge Co. v. U, S, 112 U. 8. 624.

Rule of Miller v. Brass Co. 104 U. 8. 350 applied. — Dunham v. Dennison,
154 U. 8. 103; 38 L. Ed. 924; 14 5. Ct. 986.
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Miller v. Brass Co. 104 U, S, 350; Mahn ». Harwood, 112 U, 8. 354; Topliff
». Topliff, 145 U. S, 156; Huber ». Nelson, 148 U. S. 270; Leggett ». Standard,
149 U. S. 287; Corbin v. Eagle, 150 U. 8. 38,

Where in the reissue the construction is made alternative by employing
the word * preferably *’ to cover structures in use, such alternative broadens
the claims based thereon and defeats the patent. — Olin ». Timken, 155
U.S. 141; 39 L. Ed. 100; 15 S. Ct. 49.

Huber ». Nelson, 148 U, 8. 270,

I1ad the plaintiff, in his reissue, confined himself to the correction of an
error so manifest, we shomid have found little difficulty in sustaining it:
but in his application, which was made four years after the original patent, he
makes no claim that his patent * was inoperative or invalid, by reason of a
defective or insufficient specification,” or by reason of his having claimed
« more than he had a right to claim as new,” or that any error had arisen,
“ by inadvertence, accident or mistake,” without which the commissioner
has no right to grant a reissue, but simply prays that he may be allowed to
surrender his original patent, and that, * letters patent may be reissued
to him for the same invention, upon the anncxed amended specification.”
He makes no reference at all to the obvious mistakes in his first cieim, and
although the point is not distinctly made in the briefs, we think it a serious
question, whether the commissioner of patents had any jurisdiction under
R. S. 4016 to consider the application upon the bare statement that the
patentee desired to surrender his patent and obtain a reissue. — Eby v,

King, 158 U. 8. 366; 39 L. Ed. 1018; 15 S. Ct. 972,

By removing the limitation of the thickness of the material, contained in
the original, the claim was broadened so as to void the patent. — American
v. Johnston, 52 Fed. 228; 3 C. C. A. 53.

It must appear by the description in the original patent that it was the
purpose of the patentee to secure the thing specified in the claim of the
reissue, and a patent cannot be lawfully reissued unless there has been a
clear mistake, inadvertently committed, in the wording of the claim. —

Featherstone v. Bidwell, 57 Fed. 631; 6 C. C. A. 487.

Parker v. Yale, 123 U, S. 99; Hoskin ». Fisher, 125 U, S, 223; Flower v. De-
%ﬂig lsggU' S. 571; Mahn ». Harwood, 112 U, 8. 354; Plow v. Kingmnan, 129

While in this case it i3 true, that the fifth claim contains four eleiaents,
while its predecessor contained but three, and therefore it is, in a certain
sense, & narrower claim, that statement contains but half a truth. Thae
remaining half is that the new claim is for a different and previously un-
recognized invention. The patent had been in existence and under repeated
examination for nine years, and individuals and the public had acquired
adverse interest3, which would be destroyed by a reconstruction of a void

claim, — Carpenter v. Searle, 60 Fed. 82; 8 C. C. A. 476.
Parker v. Yale, 132 U. S. 87.

This case is thought to mark a new departure by the Supreme Court in
the line of strict construction of the right of reissue. It must be interpreted
in the light of the special circumstances which gave rise to it, of the evils that
had grown up under the loose practice theretofore prevailing, and the remedy
required in the interest of the public. The evil to be corrected was this:
unscrupulous speculators, watching the development of successful inven-
tions, could, in searching the records of prior inventions, find one which might
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embody the same principles, and, availing themselves of the opportunity,
given by the reissue law, embody in the older patent claims which it might
have had but did not, and the result would be that the owner of the later
patent, who had spent time and money in the development of a profitable
business, would be confronted with a patent earlier in date than his, but
reissued later, which would completely control his business. This evil cer-
tainly demanded correction. Again there was a presumption — and generally
it was a fact — that what was not claimed was not invented by the patentee
and the public had the right to use what was not claimed, either because it
had not been invented by the patentee, or because by his own act he had made

it public property, if it was not so before. — Crown ». Aluminum, 108 Fed,
845; 48 C. C, A. 72.

The introduction in a reissued patent of claims for inventions which are
described, but which the patentee neither claimed nor intended to claim by

the original patent, is unauthorized by the aects of congress, and such claims
are void. — Ide ». Trorlicht, 115 Fed. 137; 53 C. C. A. 341.

Topliff ». Topliff, 145 U. S. 156; Hubel v. Dick, 28 Fed. 132; Carpenter v,
Searle, 60 Fed. 82.

It does not appear from the original specification that the patentee had
any idea of any novel means for obviating the self-induction resistance of
alternating eurrents. The claims in suit of the reissue cannot be sustained,
because the description in the original patent fails to show that the invention
covered by said claims was intended to be secured in the original patent, —
Weston v, Stevens, 134 Fed. 574; 67 C. C. A. 374.

Walker on Pat, sec. 233; Hoskin ». Fisher, 125 U, 8, 217; Pattee v. Kingman,
129 U. S, 294; FFeatherstone v, Bidwell, 57 IFed. 631.

A different doetrine (from that requiring prompt action for reissue upon
defect discovered) would go far to defeat the object of the rule which re-
quires the patentee to define his invention with such distinetness that
other inventors, and the public as well, may know its scope and limitations.
And 1t is not alone these persons who are shown to have taken action upon
the faith that the patent defines the character of the invention who may
raise the objection to a change in its clatms which makes it cover other
ground than that claimed before. The rule does not rest upon the ground

of an estoppel in favor of particular persons. — Milloy ». Thomson-Houston,
148 Fed. 843; 78 C. C. A. 533.

White », Dunbar, 119 U, S, 47; Walker on Pat. sec. 226.

§ 872. Broadening — Not Permissible — Omitting Elements.

The complainants have split up and divided the elements of their invention
and claimed them separately and not in combination. Of course this cn-
larges the scope of their patent. The separate claims embrace fewer elements
in combination than were embraced in the claim of the original patent. No
onte could infringe the original patent unless he used all the elements of the
combination. Anyone will infringe the reissue who uses any of those elements:

which are now separately claimed. — Matthews ». Boston, 1050 U. 5. 54;
26 L. LEd. 1022,

The reissue was granted 13 years and 8 months after the date of the
original patent. The new claim covered only five of the original seven cle-
ments.  Held, invalid. — Gage ». Herring, 107 U. 8. 640; 27 L. Ed. 601;
25, Ct. S19.

Prouty ». Ruggles, 16 Pet, 336; Vance v. Campbell, 1 Black. 427; Gould »,
Rees, 15 Wall. 187; Miller ». B3rass Co. 104 U. 8. 350; James », Campbell, 104



§ 873 REISSUES 791

U 8. 356; Heald », Rice, 104 U, S, 737; Matthews ». Machine, 105 U, S. 54;
Bantz v. Frantz, 105 U. S, 160; Johnson v. R. R. 105 U. 8, 539; Moffitt 2.

Rogers, 106 U. 5. 423.

1f the effect of omitting the words in question is to extend the claim, the
claim is enlarzed by omitting an essentiai element of the patentee’s inven-
tion and the reissue is invalid. — Matthews v. Ironclad, 124 U. S, 347; 31
L. Ind. 477; 8 8. Ct. 639.

Aliller ». Brass Co. 104 U, S, 350; Mahn ». Harwood, 112 U, S, 354; Parker
. Yale, 123 U. S. 87.

The original patent and the first reissue having been distinetly limited to
a construction shown, the second reissue, obtained nearly seven years later,
omitting such element specifically claimed, is an inwarrantable enlargement.

— Cornell v. Weidner, 127 U. 8. 261; 32 L. Ed. 148; 8 8. Ct. 1152.
Yale v. James, 125 U, 8. 447,

When every element of the combination claimed in the original patent is
thereby made material to such combination, a reissue omitting one of such
elements is for a different combination and void. — Huber v. Nelson, 148
U.S. 270; 37 L. Ed. 447; 13 S. Ct. 603.

Prouty v. Ruggles, 41 U, S, 336; Brooks v, Fiske, 56 U, S, 212; Burr v. Duryee,
68 U. S. 1; Reckendorfer v. Faber, 92 U, S, 347; Gas Light Co. v. Boston, 139
U. S. 481; Topliff ». Topliff, 145 U. 8. 156; IFuller ». Yentzer, 94 U, S. 288:
Railway Co. v. Sayles, 97 U, 8. 554; Meter Co. v. Desper, 101 U, S, 332; Eames
. Godirey, 68 U. S, 78; Case ». Brown, 69 U, S, 320; Gould ». Reces, 82 U, S,
187: Gill v, Wells, 89 U. S. 1; Powder Co. v. California, 98 U. S, 126; Leggett v.
Avery, 101 U. S, 256; James ». Campbell, 104 U, S. 356; Coon v, Wilson, 113
U. 8. 268; Parker v. Yale, 123 U, S. 87,

The reissue was saved from the fate of the original because its claims have
but four elements whereas the claims of the original were construed to have
five. We cannot now read into the claims the very element, the omission
of which gave them vitality. If these claims are construed to include a
tension device they are void for double patenting; if construed as containing
but four elements, it is obvious that they are broader than the claims of the
Erigin.;lg.——Thomson—Houston v. Western, 158 Fed. 813 (2d case); 86 C.

§ 873. Broadening — When Permissible.

It is the right of the patentee and his representatives to enlarge or restrict
the claim so as to give it validity and secure the invention. — Rubber ».

Goodyear, 76 U. S. 788; 19 L. Ed. 566.
Battin v, Taggart, 17 How. 84.

The general rules are (1) That the reissue cannot cover another invention
than that of the original; (2) That the reissue eannot recover what was
described but not claimed after long delay; (3) That while a reissue claim
may be enlarged it can be done only when actual mistake has occurred and
then only without delay; (4) That in reissues for enlarging the scope of a
patent the rule of laches should be rigidly applied; (5) That the general
purpose of the statute providing for reissueswasto correct mistakesanderrors,
and not to enable the inventor from time to time to extend his monopoly

50 as to cover progress by others in his art. — Miller ». Brass Co. 104 U. S.
350: 26 L. Ed. 783,

[f the amended specifieation does not enlarge the scope of the patent by
extending the claim so as to cover more than was embraced in the original,
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and thus cause the patent to include an invention not in the origingl, the
rights o the public are not thereby narrowed, and the case is within the
remedy intended by the statute. Those cases in which this court has held
reissues to be invalid were of a different character, and were cases where
by the reissued patent the scope of the original was so enlarged as to cover
and claim as a new invention that which was either not in the original
specification, as part of the invention described, or if deseribed, was, by not
being claimed, virtually abandoned, and dedicated to public use. — Eames
v. Andrews, 122 U. 8. 40; 30 L. Ed. 1064; 7 S. Ct. 1073.

Distinguishing, Russell v, Dodge, 93 U. 8. 460; Morey v. Loc}:wood, 74 U. S. 230.

To warrant new and broader claims, such eclaims riust not be merely
suggested or indicated in original specification, drawings or model, but it
must a(i)pear that they were constitucnt parts of the invention sought to be
covered.

Nor is the applicant allowed to incorporate in his reissue claims embracing
what has been rejected. — Corbin v. Eagle, 150 U. 8. 38; 37 L. Ed. 989;
14 5, Ct. 28.

Bantz ». Frantz, 105 U. S, 160; Heald ». Rice, 104 U. S, 737;: Miller v. Brass

(1_)‘1{.1(.3 104 U, S. 350; James v. Campbell, 104 U, 8. 356; Topliff ». Topliff, 145 U. 8.
20,

The Supreme Court of the United States has held that while this section
(4916) liberally construed, would only authorize reissue to correct specifica-
tions or claims defective or inoperative because too broad, it would construe
the section liberally to give the commissioner of patents power to grant a
reissue to expand claims which had been made too narrow by reason of
aceident, imadvertenee or mistake, without fraud. Dut it has been held in
4 number of cases that the commissioner is without power to grant a reissuc
unless it shall clearly appear that the patent, as originaliy issued, was de-
foctive and inoperative for the invention intehded; that this defect anid
inoperativeness arose through inadvertence and mistake; and, finally, that
the patentee had not by lapse of time and laches, abandoned his right to
have the correction made. — Peoria v. Cleveland, 58 Fed. 227; 7 C. C. A.
197,

A claim which made that which was no part of the invention one of its
elements, and consequently essential to its infringement, was therefore
clearly defective, which defect was properly cured by omitting the proper
element from the reissue. — Gaskill ». Myers, 81 Fed. 8§854; 26 C. C. A. 642.

Where there bas been an expansion of the patent to deseribe inventions
substantially different from the original, covering nebulous combinations
not exhibited therein, and where there has been protracted and unreasonable
delay in face of the manufacture of articles not substantially covered by
the orizinal invention, the reissue has been held void; but the courts, recog-
nizing the fact that the ordinary inventor is not usually skilled in technieal
ruies of construction, and is apt to suppose that his clairms protect him in
the essential elements mentioned in them, and that these claims and specifi-
cations are usualiy drawn by men who are strangers to and ignorant of the
art within which they lie, and that even skilled soiicitors are not infalhule
in framing technical documents, have sanctioned reissues which permit the
framing of claims adequate to secure tke full benefits of the inventions
designed to be protected by the patent laws. — Crown v. Aiuminum, 108
Fed. 845; 48 C. C. A, 72.

Grant »v. laymond, 6 Pet. 243.
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This case (Miller v. Brass Co. 104 U. S. 350) did not deny that a claim
might be enlarged, in a reissued patent, but held that there must be a bona
fide mistake, and that there must not be unreasonable delay; any con-

siderable lapse of time affording opportunities and temptations v commit
fraud. — Crown v. Aluminum, 108 Fed. 845; 48 C. C. A. 72.

The somewhat recent case of Topliff ». Topliff, 145 U. S. 56, stated that the
power to reissue may be exercised when the patent is inoperative, because
the claims were narrower than the actual invention, provided the error arose
from inadvertence or mistake. The right, however, is subjeet to certain
{imitations, and among them that the reissue shall be for the same invention,
as it appears from the specification and claims, and that there must be rea-
sonable diligence in moving. It is also stated as something to be regarded
as settled by the Supreme Court that the court will not review the decision
of the Commissioner of Patents upon the quostion of inadvertence, accident
or mistake, unless the matter is manifest from the record. The application
was made in a little over four months, which ordinarily would be accepted
as not an unreasonable time, provided publie rights had not intervened.
The specification of the original patent, when read in connection with the
cuts, manifestly shows that the patentee intended a broader invention than
that stated in the claims. — Houghton v, Whitin, 153 Fed. 740; 83 C. C.

A. B4

-

§ 874. Broadening — Miscellaneous Rules,

It would secem, under the old rule and former statute the question of con-

struction of a reissue, whether for the same invention, was one of fact for the
jury. — Battin v, Taggart, 68 U. 8. 77; 15 L. Ed. 37.

When challenged in a court of justice as too broad, the words ¢ substan-
tially as herein deseribed ¥ may be resorted to as qualifying the claim. —
Burr v. Duryee, 68 U. 8. 531; 17 L. Ed. 750.

Parol testimony is not admissibie in an application for a reisstie to enlarge
the scope or effeet beyond what was described, suggested or substantially
indicated in the original. — Union ». Vandeusen, 90 U. 8. 530; 23 L. Id.
128.

The fact that the patentee has not been able to establish royalties on his
original patent, and after four years obtained a reissue with broader claims
which did not enable him to cstablish such royalties does not take the case
outside the rule of reissue patents. — Eby ». King, 158 U. 8. 366; 39 L. Ed.
1018; 15 6. Ct. 972.

White ». Dunbar, 119 U, S, 47; Ives v. Sargent, 119 U, S, 652; Dunham ».
Dennison, 154 U, 8. 103,

The drawings and descriptions of the two patents are identical, as are all
the eriginal four claims, except the first, which, in the reissue, is broadcned.
The scope of the original patent is further broadened by the addition of seven
new claims i the reissue. The bill alleges infringement of all the claims of
the reissue patent, and the demurrer attacks the validity of the reissued
patent as a whole. We are of opinion that the validity of the claims in the
reissue which were identical with those of the original patent are not affected
thereby. — Raws.La v. Hunt, 147 Fed. 239; 77 C. C. A. 381.

Walker on Pat. sects. 201, 249; Gage v. Herring, 107 U, S, 640; Ysle ». Sar-

zent, 117 U, S. §36; Legrett v. Standard, 149 U, S, 287; International ». Maurer,
44 Fed, 618.
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§ 875. Delay — Excusable.

The decision of the Patent Office upon the question of delay in applying
for a reissue is not final. — Hoskin v. Fisher, 125 U. 8. 217; 31 L. Ed. 759;
8 S. Ct. 834.

Wollensak v. Reiher, 115 U. S, 96.

The fact that reissue was applied for only 13 days after the grant of the
original patent does not establish its validity, as held in Coon ». Wilson,
113 U. S. 268. — Yale v. Berkshire, 135 U. 8. 342; 34 L. Ed. 168; 10 S, Ct.
884, .

Ives v, Sargent, 119 U. S, 652;  Parker ». Yale, 123 U, S, 87.

T* 2 part of a sentence which is added in the statement of the object of an
invention, states nothing which was not previously obvious. The narrowed
and truthful reissue is, therefore, unobjectionable except that it was belated;
and upon the point of laches in obtaining a reissue, the Federal courts are
now sensitive. Delay in this regard 1s obnoxious, because, as a ru e, indavid-
uals and the public have acquired, during such delay, * advers® equities
which would be destroyed by a re-construction of a void claim.” Ir this case,
the adverse interests, whatever t..cy are, arose after the termination of the

iibsen litigation, and as soon as they came into being, they were warned by
the reissue of the existence of a patent which covered the attempted infringe-
ment. This reissue cannot be declared void by reason of the lapse of time
after the orviginal was issued, without estahlishing a new ruie of law upon the
subject of reissued patents. — Majtland v. Goetz, 86 Fed. 124; 29 C. C. A.
H07.

In this class of cases there shoulld not be applied a stricter rule of diligence
than that applied by statute in case of public use before application for the
patent, even if so strict a limitation as that is applicable. — Crown v. Alumi-
num, 108 Fed. 845; 48 C. C. A. 72.

§ 876, Delay — Fatal.

The patent on its face is notice of defects therein; and unreasonable
delayv will render the reissue vuid. — Wollcasak ». Reiher, 115 U. S. 96;
29 L. Ed. 350; 5 8. Ct. 1137.

Miller ». Brass Co. 104 7, S, 350; Mahn ». {Jarwood, 112 U, S, 354.

The application for the reissue was made nearly eleven years after the
original patent was granted, and after machines effecting the shifting by other
means had gone into use subsequently to the date of the original patent, and
no sufficient excuse is given for the laches and delay, — Brown ». Davis, 116-
1. 8. 237; 29 L. Ed. 659; 6 8. Ct. 379.

The Washington solicitor failed to claim the vital point of the invention
although it had been distinetly stated to him in writing. (As a certain class.
of patent solicitors are liuble to do.) The omission was plain and might have
been discovered by a single reading of the patent. Held, that after three
vear., and after the event of infringement. the conduct. of the Washington
solicitor as an excuse for the faet and their confidence in him as an excuse

for the delay in applymg for the reissue was insufficient. — Ives v. Seraernt,
119 U. 8. 652: 30 L. Ed. 544: 7 S. Ct. 436.

The reissue was taken out seven years after the original patent, and a year
or two after the patentee knew that the defendant was making such an.
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article as is now alleged to be infringed cannot avail complainant. — Mat-
thews v. Ironclad, 124 U, S. 347; 31 L. Ed. 477; 8 S. Ct. 639.

“Inexplained delay in applying for a reissue is fatal to its claims, — Electric
». Boston, 139 U. 8. 481; 35 L. Ed. 250; 11 8. Ct. 586.
Miller v. Brass Co. 104 U, S, 350; Clements ». Odorless, 109 U, 8. 641; Mahn v,

Harwood, 112 U. S. 354; Wollensax v, Reiher, 115 U, 8. 96; Ives v. Sargent,
119 U, S. 652; Hoskin v, Fisher, 125 U. S, 217,

While it was ruled in Railway v, Sayles, 97 U. S. 563; Clements v. Odorless,
109 U. 8. 649, and Electric v. Boston, 139 U. 8. 502, that in cases of reissue
and enlargement of the claims could ot avail against patents granted, or
articles made and sold, between the time of the original application and the
time of the final granting of the reissued patent, it does not cover a case of
reissue where there were new or different claime or any substantial departure
from the claims first made. — Hillborn ». Hale, 69 ted. 958; 16 C. C. A. 50Y.

Every one is constructively bound with notice of the issue of a patent, and,
if actual notice of the original issue is to be regarded as binding the possessor
of that knowledge with notice of all possibilities of reissue, consistency
requires that the same effect be allowed to that constructive notice which all
are bound to take of the issue of a patent; and, this being sv, there can be no
protection for intervenors in an act against a subscquent reissue of a patent,
except by license or by conditions which amount to an equitable estoppel.
No such meaning is expressed in, cr can be fairly implied from the opinion in
Gaskill . Myers. — American v, Swietusch, 85 Fed. 968; 20 C. C. A. 500.

The original patent was granted April 11, 1893. The application for the
reissue was filed Sept. 28, 1900. In the meantime various persons had been
acting upon the supposed invalidity of the patent, which was declared invalid
by the Circuit Court of Appeals for the Second Circuit in July, 1897, As
carly as 1895 the attention of the patentee was directly challenged to the
specifications of the pateut, and they were elaborately canvassed. If any
error had been committed in the language employed or in claiming more than
was new, it was discoverable then as it ever became, unless, indeed, a patentee
has the right to await results which the courts may reach after prolonged
litigation and examination of the subject. We cannot think that a patentee
may thus experiment with his patent. On the contr: ry, we think that, when
the grounds are disclosed for thinking there may be an error or mistake, he
1s bound in duty to the public to correct it by obtaining a reissue or to adhere
to his original patent; and, if he declines to correct it, he should be deemed
to be standing upon it as the measure of his right. — Milloy ». Thomson-
Houston, 148 Fed. 843; 78 C. C. A. 533.

Section 4916 of the Revised Statutes suthorizes a reissue (quoting the
wcrds of the statute). But it has been held, on grounds of publie policy,
that this right must be promptly exercised upon the discovery of the error. —
Milloy v. Thomson-Houston, 148 Fed. 843; 78 C. C. A. 533.

Miller . Brass Co, 104 U, 8. 350; Mahn v. Harwood, 112 U, S, 354; White v.

Dunbar, 119 U, S, 47; Ives ». Sargent, 119 U, 8. 652; Parker ». Yale, 123 U, S.

87; Dobson », Lees, 137 U, 8, 258; Wollensek v, Sargent, 151 U, S, 221; Walker
on Pai, sve, 227,

That where the necessity for applying for a reissue became apparent from
a decision of the circuit court of appeals on an appeal from an interlocutory
decree granting an injunetion, and the complainant waitcd for over three
years until the question could be decided upon appeal from a final decree.
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Hetd: We think the decree in question was, in everything but name, a fing}
decree. The complainant could not have received a more definite or finy}
information regarding the invalidity of the claims. If such reasons for delay
as are now advanced are to be sanctioned, the rights of the publie will be
seriously jeoparded and the door opened to excuses limited only by the in.
genuity of counsel. — Thomson-Houston v. Western, 158 Fed. 813 (2d case);

86 C. C. A. 73.

§ 877. Delay — General Rules.

The reissue was not applied for until nearly five years after the date of
the origina! patent and not until another inventor had made a substaatial
advance in the art which was sought to be covered by the eissue. — Torrent
v. Rodgers, 112 U. 8. 659; 28 L. Ed. 842; 5 8. Ct. 501.

Gill v. Wells, 22 Wall, 1; Wood Paper Pat. 23 Waull. 568; Powder v». Powder,
98 U. 8. 126; Bali », Langles, 102 U, 8, 128; James ». Campbell, 104 U. S, 356;
Heald ». Rice, 104 U, S, 737; Miller v, Brass Co. 104 U, 8. 350; Johnson v, R, R,
105 U. 8. 539; Bantz ». Frantz, 105 U, S, 160; Wing ». Anthony, 106 U, §, 142;
Clements ». OQdorless, 109 U, 8, 641; McMurray v. Mullory, 111 U, S. 97; Mahn v,
Harwood, 112 U. S, 354.

A patent eannot lawfully be reissued for the mere purpose of enlarging the
¢laim unless there has been a clear mistake inadvertently committed in
the wording of the claim and the application for a reissue is sued within a
reasonably short time. The granting of such reissues after the lapse of long
periods of time is an abuse of the power and is founded on a total miscon-
ception of the law, The rights of the public here intervene, which are totally
inconsistent with such tardy reissues, and the great opportunity and tempta-
tion to commit fraud after any considerable lapse of timie, when the cireum-
stances of the original applicavion have passed out of mind, and the monopoly
has proved o Le of great value, make it imperative on the courts, as a dictate
of justice and public policy, to hold the patentces strictly to the rule of rea-
sonable diligence in making applications for this kind of reissues.

No precise limit of time can be fized and laid down for all ecases. The
courts will always exercise a proper liberality in favor of the patentee. But
in any case by such delay as the court may deem unnecessary and unreason-
ablc, the right to a reissue will be regarded as having been abandoned and
lost., In Miller v. Brass Co. by analogy to the law of public use before an
application for a patent, we suggested that a delay of two years should be
construed equally favorable to the publie. But this was a mere suggestion
by the way and was not intended to lay down any generil rule. — Mahn v,

Harwood, 112 U. 8. 354; 28 L. Ed. 665; 5 S. Ct. 174; 6 S. Ct. 451.

Where the reissue is for the purpose of expanding the elaims, and a delay
of two vears or more has taken place, which is unexplained, the question of
laches s a question of iaw arising on the face of the bill, which avails as a
defense, upon a general demurrer, for want of novelty. — Wollensak ».

Rether, 115 U. 8. 96; 29 L. Ed. 350; 58S, Ct. 1137.

When the reissue expands the elaims, a delay of two years or more in-
vﬂéid:(ltes t}ée reissuc. — Wollensak 2. Reiher, 115 U. S. 96; 29 L. Ed. 350;
oo, Ct. 1137.

While no general rule can be laid down, an unexcused delay of two years,
by analogy to the law of public use, will defeai a reissue. — Ives . Sargent,

119 U. 8.652: 30 L. Ed. 544; 7 S. Ct. 436.
Wollensak ». Reiber, 115 U, S, 96; Mahn ». Harwood, 112 U. S, 354.
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When theve is delay of two years or more in applying for a reissue, the delay
unless excused, invalidates the reissue. — Hoskin v, Fisher, 125 U. S. 217;
31 L. Ed. 759; 8 8. Ct. 834.

Wollensak ». Reiher, 115 U. 5. 96.

The two year rule explained and modified. — Topliff ». Topliff, 145 U. S.
156; 36 L. Ed. 658; 12 8. Ct. 825.

Miller ». Brass Co. 104 U, 8. 350; Johnson », IFlushing, 105 U. 8, 539; Mahn
o 1Iarwood, 112 U, S, 354; Matthews v, Boston, 105 U. S, 54; Bantz », Frantz,
105 U. S. 160; Wing v, Anthony, 166 U. S, 142; Moflitt v. RQogers, 106 U, 5. 473;
Gage v. Herring, 107 U, 8. 640; Clements v. Odorless, 109 U. S. 641; McMurray
o. Mallory, 111 U, S. 97; White v. Dunbar, 119 U. 8, 47; Parker v». Yule, 123
U. S. 87; Coon ». Wilson, 113 U, 8. 268; Wollensak ». Reiler, 115 U, S, 96;
Electric v. Boston, 139 U. S, 481; Newton v, Furst, 119 U. 8, 373; lves v. Sargent,
119 U. S. 652; Worden v. Searles, 121 U, 8. 14; Matthews v, Iron, 124 U, S. 347.

It is deeclared to be settled that while no invariable rule can be laid down
a delay of two years by analogy te the law of public use should be construed
equally favorably to the public. — Wollensak ». Sargent, 151 U. 8. 221;
38 L. Iod. 137; 14 S. Ct. 291.

Ives ». Sargent, 119 U, S, 652; Wollensak v, Reilier, 115 U, 8, 96; Mahn ».
Harwood, 112 U, 8. 364.

It is fair to presume, therefore, that the reissued patent was applied for
and obtained because the patentee himself believed that the claims of his
original patent, when fairly construed in connection with other parts of the
specification, could not be made to embrace the new form of pump, with a
chamber located above the eylinder, which had recently come into use, and
that it was necessary to alter certain parts of the original specification, und
to recast the original elaims, to bring the new pump within the terms of his
patent. If this was not the opinion of the patentee, or of those who acted as
his advisers; when the reissued patent was taken out, then we fail to see
what was the purpose which induced the application for the reissue. It is
a self-evident proposition that the invention related to a simple structure,
that it was clearly described in the original patent, as issued, was neither
moperative nor invalid by reason of any defect or insufficiency of the speci-
fication, but undoubtedly secured to the patentee the exclusive right to manu-
«eture the kind of pump which he had described in his specification, and
illustrated in his drawings., In short, if there was a substantial defeet in
the original speeifieation, it consisterd in the fact that it was not so drawn
as to bring within its c¢laims another kind of pump, that had come into use
subsequent to the date of the original patent, which the patent might have
been made to eover, if the patentee had foreseen the later mode of construe-
tion. For these reasons, and especially in view of the conduet of the patentee
in applying for a reissue when there was no oceasion for such application,
unless he intended to enlarge the scope of his patent, we concur in the
conclusion reached by the trial court touching the counstruction of the
claims of the original Bean patent, and we further concur in the view that the
claims of that patent were expanded in the reissue.

We are constrained to believe that the expansion of the claims of the
original patent was the sole purpose of applying for a reissue.

It 1= not an insuperable objection to the validity of a reissued patent that
the original claims have been enlarged in the reissue. Under some cir-
cumstanees, it is doubtless true that a patent may be reissued in such a form
as tn exiend its scope.  But it hv . Heen held repeatedly that, to warrant such
reissues, they must be applied yo@ promptly, and that the application for
the reissue must be accompanied with satisfactory proof that, solely through
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accident or mistake, the patentee did not originally obtain all that he wag
fairly entitled to. — Mast v. Iowa, 76 Fed. 816; 22 C, C. A. 586.

Miller ». Brass Co. 104 U. 8. 350; Mahn v. Harwood, 112 U, S, 354; Coon ».
Wilson, 113 U, S. 268; Parker v. Yale, 123 U, 8. 87; Huber v, Mig. Co, 148 U, S.
270; Peoria v. Cleveland, 58 i'ed. 227,

¢ 878. Delay — Jutervening Rights.

Where complainant delayed six months, and in the meantime the subject
of the reissue claims has gone into general use, such reissue ig an attempt to

cover what had come into general use by others, and is therefore void. —
Parker v. Yale, 123 U. 8. 87; 31 L. Ea. 100; 8 S. Ct. 38.

Mahn v. Harwood, 112 U, S, 354; Coon v, Wilson, 113 U, 8, 268; Ives v, Sargent,
119 U. S. 652,

We have here the case of an application for the rcissue of a patent made
after an acquiescence of more than 12 years. The public had been freely
using the devices. Upon the facts disclosed by this record, it seems to us
that, 2ven if the first claim of the reissuc were otherwise sustainable, yet it
must be held tn be invalid in view of the intervening private and public
rights which have sprung up, and the unreasonable delay in the application for
the reissue. — Horn v. Pelzer, 91 Fed. 665; 34 C. C. A. 45.

Miller v. Brass Co. 104 U. S, 350; Ives ». Sarzznt, 119 U. S. 652; Eby ». King,

158 U. 8. 366; Hubel v. Dick, 28 Fed. 132; Peoria v. Cleveland, 58 Fed, 227:
Machine Co. v. Searles, 50 I'ed. 82,

The case would be different if Painter had unrcasonably delayed to assert
his rights to reissue after such notice was broughi home to him, and whete
his silence and inaction had misled other parties to their injury; and the fact
that the original patent contained a statement of his invention which covered
the subjecet matter of the reissued claim, and that a reissue to fully secure the
mvention disclosed was authorized by law, was sufficient notice that this
patent was subject to such right of reissue, which right was lieble to be
exercised at any time at least within two years, — Crown v». Aluminum 108
Fed. 845; 48 C. C. A. 72.

§ 879. Delay — Miscellaneous Rules.

The question whether the delay has been reasonable or unreasonable is
for the court 1o determine; and it cannot substitute the decision of ths
patent office for its own, — Wollensak ». Rether, 115 U. S. 96; 29 L. Ed.
350; 5 8. Ct. 1137.

The question of delay in applying for a reissue is a question of law for
the court. — Hoskin v. Fisher, 125 U. S. 217; 31 L. Ed. 759; 8 S. Ct. 834.

Wollensak ». Reiber, 115 U, S, 96.

§ 880. Decisions of Commissioner.

Where the commissioner accepts a surrender of an original patent and
grants a new patent, his decision in the premises, in a suit for infringement,
1s final and conclusive, and is not re-examinable in such a suit in the circuit
court unless it is apnarent upon the face of the patent that he has exceeded
his authority, that there is such a repugnaney bzstween the old and the new
patent, that it must be held, as matter of legal construetion, that the new
patent is not for the same invention as that embraced and secnred in the
original patent. — Sevmour . Oshorne, 78 U. 8. 516; 20 L. Ed. 5.

Battin », Tageart, 17 llow, 83; O'Reilly ». Morse, 15 How. 111; Sickes v.
Evans, 2 Cliff. 222; Allen ». Blunt, 3 Story, 744.
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The "action of the Commissioner is final except as to matters of legal
construction. — Union v. Vandeusen, 90 U. 8. 530; 23 L. Ed. 128,

The action of the commissioner is final as to question of fraud. — Brown
». Guild, 90 U. S. 181; 23 L. Ed. 161.

The Commissioner of Patents has no jurisdiction to grant a reissue for any
other or different inventien than that of the original. — Ball ». Langles,

102 U. S. 128; 26 L. Id. 104.

We think it is a serious question whether the Commissioner of Patents had
any jurisdiction, under R. S. 4916, to consider the application upon the bare
ctatement that the patentee desired to surrender his patent and obtain a
reissue. The Commissioner is authorized to reissue patents in certain speci-
fied cases, and i7 vhe petition makes no pretense of setting forth facts entitling
the patentec .v a reissue, it is exceedingly doubtful whether he obtain any
jurisdiction to act at all. — Eby v. King, 158 U. 8. 366; 39 L. Ed. 1018;

15 S. Ct. 972.

In the case under consideration the examiner acted upon the application
as if it were a new proceeding, and dealt with it as the evidence before him
seemed to warrant, but his action in rejecting some of the elaims which had
been repeated from the original patent did not aifect the patent. It is true
that it was withia his power to reject any claims contained in the application
for a reissue which he judged to be invalid, whether contained in the original
patent or not. It is also true that the reasons given for the rejection of such
claims might apply equally to the same claims contained in the original
patent, but with respect to such claims he was functus officio. His opinion
thereon was but his personal opinion, and, however persuasive it might be,
did not oust the jurisdiction of aay court to which the owner might apply
for an adjudication of his rights, and, as the examiner had no authority to
affect the claims of the original patent, no appeal was necessary from his
decision, — McCormick ». Aultman, 169 U. S. 606; 42 L. Ed. 875; 18 S, Ct.
443.

If by reason of any inadvertence or mistake in the drawings or specifica-
tions a patent is rendered in part inoperative, and the patentee promptly
applies for a reissue and no substantial rights are affected, or fraudulent
intent charged, we think the commissioner has the right, under scetion
4916 RR. S., to cause a new patent to issue, and that under the circumstances,
his deeision is coneclusive. We know of no authority in conflict with this

proposition. — Beach v. Hobbs, 92 I'ed. 146; 36 C. C. A. 248.

It is said that the lezal conciusion is closed in favor of the appellants,
beeause it must be presumed that before the reissue was issued, there was
before the Patent Office satisfactory evidence that, but for the inadvertence
or mistake, the original letters would have taken the form that the reissue now
employs. That some such presumption properly attaches itself to the reissue
patent we may admit. At most, however, it is a prima facie presumption
only. It is not a presumption that debars appellant from challenging the
validity of the issue by showing facts that would overcome the presumption.
The veissue is before us just as it was before the Patent Office before it was
allowed, except that while the burden of proof then was upon the appellants,
iléuchuédin 258 4nnw upon the appellees. — Franklin v. Illinois, 138 Yed. 58;
(U, U, A, .
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§ 881. Different Invention,

A pat~nt issued for a process cannot be reissued for a machine. — Heald
v. Rice, 104 U. S. 737; 26 L. Ed. 910.

Powder v, Powder, 98 U. S. 134,

He entitled his original patent as for a new and useful machine, while
with equal explicitness, in his reissue, he dcclared that he had invented a
new and improved process. This is at least a prima facie departure from the
original patent which would seem to be serious, if not fatal, under a law which
limits the power of the Commissioner of Patents so as-to issue a new patent
only for the same invention, — Eachus ». Broomall, 115 U. S. 429; 29 L,
Ed. 419; 6 8. Ct, 229,

Powder v. Powder, 98 U. S. 126.

Where the original patent was for a process and the reissue was for the
article of manufacture, the new article of manufacture is a product which
results from the use of the process described in the patent, and not one which
may be produced in a:' 7 other way. — Plummer ». Sargent, 120 U. S, 442;
30 L. Ed. 737; 7 5. Ct. H40.

§ 882. Disclaimer.

It is not competent for the patentee or his assignee, by merely disclaiming
all the changes made in the reissue patent, to revive and restore the original
patent. This could Le done only, if it could be done at all, by surrender
of the reissued patent and the grant of another reissue. — McMurray 7.
Mallory, 111 U. 8. 97; 28 L. Ed. 365; 4 8. Ct. 375.

We do not think that the reissued patent as it stood after the filing of the
disclaimer, was open to the objection that it was not for the same invention
ns that of the original patent. Whatever there was of objectionable matter
inserted in the specification or the first claim of the reissue, when it was
granted, was removed by the disclaimer. The reissue was granted within
ten months of the original. The single claim of the original patent was
repeated in the reissue as the second claim of the latter; and the first claim of
the reissue, as it stood after the disclaimer did not expand beyond the claim
of the original what was claimed in the reissue. — Hurlbut v. Schillinger, 130

U. S. 456; 32 L. Ed. 1011; 9 S. Ct. 584,

§ 883. General Rules.

Patents, when inoperative or invalid, may in certain cases, be surrendered
and reissued; but the new patent in such case must be for the same inven-
tion as the original patent; and if it is for a different invention, the reissue
is invalid, for the reason that it was granted without authority of law. —

Marsh ». Seymour, 97 U. S. 348; 24 L. Ed. 963.
Sec. 4916 construed in Powder ». Powder, 98 U. S. 126; 25 I.. Ed. 77.

Reissued letters patent must be for the same invention as that secured
in the original patent. — Bates ». Coe, 98 U. S. 31; 25 L. Ed. 68.

Seymour v, Csborne, 11 Wsll, 546.

The general rules are, (1) that the reissue cannot cover another invention
than that of the original; (2) that the reissue cannot recover what was
deseribed but not claimed after long delay; (3) that while a reissue claim may
be enlarged, it can be done only when actual mistake has occurred and chen



§ 583 REISSUES 301

only without delay; (4) that in reissues for enlarging the scope of a patent,
the rule of laches should be rigidly applied; (5) that the general purpose of
the statute providing for reissues was to correct mistakes and errors, and not
to enable the inventor from time to time to cxtend his monopoly so as to

]
-

cover progress by others in his art. — Miller ». Brass Co. 104 U. S
350; 26 L. Ed. 783.

The case of Gage v. Herring, 107 U. 8. 640, holds that the invalidity of
a new claim in & reissue does not impair the validity of a elaim in it which
is only a repetition and separate statement of a claim in the original patent.
It also holds that a reissue patent is within the letter and spirit of sections
4917 and 4922; and that where a defendant has infringed such a restated
valid elaim of a reissue, the plaintiff, on filing a disclaimer of the new and
invalid claims of the reissue, may have a decree, without costs, for the in-
fringement of such valid claim, where there has been no unreasonable delay

in entering the disclaimer. — Yale v, Sargent, 117 U. 8. 535; 29 L. Ed. 954,
6 S. Ct. 934.

Reissues are subject to the following qualifications:

1. That it shall be for the same invention as the original patent, as such
invention appears from the specification and claims of such original.

2. That due diligence must be exercised in discovering the mistake in
the original patent, and that, if it be sought for the purpose of enlarging the
claim, the lapse of two years will ordinarily, though not always, be treated
as evidence of an abandonment of the new matter to the public to the same
extent that a failure by the inventor to apply for a patent wi‘hin two years
from the public use or sale of his Invention is regarded by the statute as con-
clusive evidence of an abandonment of the patent to the public.

3. That this court will not review the decision of tho Commissioner upon
the question of inadvertence, accident or mistake, unless the matter is mani-
fest from the record; but that the question whether the application was made
within a reasonable time is, in most, if not in all such cases, a question of
law for the court. — Topliff ». Topliff, 145 U. S. 156; 36 L. Ed. 658; 12 S. Ct.

825.

It is & mir’ ake to suppose that the case was intended to settle the principle
that, under no circumstances, would a reissue containing a broader claim than
the original be supported. We have no desire to modify in any respect the
views expressed in that and subsequent cases. There is no doubt as was said
‘2 Giant ». California, 98 U. 8. 120, that a reissue can be granted only for
the same invention which formed the subject for the original, since the ex-
press words of the Act are ““ a new patent for the same inventior.” The
specification may be amended so as to make it more clear and distinet; the
claim may be modified so as to make it more conformable to the exact rights
of the patentee, but the invention must be the same. — Topliff v. Topliff,
145 U. S. 156; 36 L. Ed. 658; 12 S. Ct. 825.

Explaining and limiting, Miller ». Brass Co. 104 U. S. 350; Giant v. California,
08 U. S. 126.

The plain purpose of this section is to give the patentee an opportunity to
make valid and operative that which was before invalid and inoperative, —
invalid, beeause it claimed as new that which had been previously invented
or used by the public; inoperative because the specification was defective or
insufficient. New matter cannot be introduced, nor can the scope of the
invention be enlarged. All that the applicant can do is to so amend his
patent as to enable him to receive some practical and beneficial result from
hus actual invention, of which he had been deprived by defects or omissions
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In the original patent. The object of a patenice applying for a reissue is not
to reopen the question of the valitiry of the original patent, but to rectify
any error which =5 h.yv.: twen found to have arisen from inadvertence or
mistake. But until the amended patent shall have been issued the original

stands precisely as if a reissue had never been applied for. — McCormick 9,
Aultman, 169 U. S. 606; 42 L. Ed. 875; 18 S. Ct. 443.

Allen v, Culp, 166 U, S, 501,

§ 884. Grounds for.

When a patent was granted to the wrong person, an action by the rightful
inventor will lie to compel a surrender and reissue. — Appleton v. Bacon,

67 U. S. 699; 17 L. Ed. 338.

Where the applicant has been led into an error or mistake by the com-
missioner it wes ground for a reissue. — Morey v. Lockwood, 75 U. S. 230:
19 L. Ed. 339.

Now whilst, as before stated, we do not deny that a claim may be enlarged
in a reissued patent, we are of opinion that this can only be done when an
actual mistake has oceurred; not from a mere error of judgment, for that may
be rectified by appeal, but a real bona fide mistake, inadvertently committed:
such as a court of chancery in cases within its ordinary junisdiction will

correct. — Miller v. Brass Co. 104 U. S. 350; 26 L. Ed. 783.

The patent has been the subject of an earnest contest in the Patent Office
for four years; had been put in interference with five other devices, and it
was scarcely possible that, after this long litigation, the patentee should not
have detected defects in his original application, and have taken this oppor-
tunity of correcting them. His experience in this litigation had doubtless
appraised him of the weak points in his prior specification and claims, and it
was perfectly competent for him to restate them, provided his patent was not
essentially broadened to cover intervening devices. — Hobbs ». Beach, 180

U. S. 383 45 L. Ed. 586; 21 S. Ct. 409.

Defendant’s argument against the validity of the reissue is ingenious, but
the facts are plain, and not unusual. The devi:c of the specification was
recognized as an invention by the manufacturers of lighting fixtures. They
became licensees, and the patent was acquiesced in and respected for a number
of years. The Gibson litigation showed that the principal claim was fatally
loose in the opinion of both the circuit and appellate courts. It was reissued
so as to mzke the elaim correspond with and be imited to the description
in the specification., The <'aim was narrowed but narrowed to conform to
the specification, and to state the same invention which it had deseribed.
The reissue is not one of the class of reissues of which Machine Co. v. Seaile,
60 IFed. 82, is an example, which pretend to narrow a claim but which in
fact describe an invention of an independent character and one which the
patentee either did not make or omitted to describe, but which he now finds
‘“ lurking ”* somewhere in the structure. — Maitland ». Goetz, 86 Fed. 124;
29 C. C. A. 607.

§ 885. Inadvertence, Accident, or Mistake.

The applicant obtained his original, Apr. 14, 1863. He obtained his first
reissue Aug. 23, 1864. He obtained his second reissue Aug. 3, 1869. He
obtained his fourth reissue Oct. 4, 1870. The invention was a simple stamp
cancelling tool. The court held that in view of the simplicity of thr patent
on the one hand and in view of the remarkable efforts of the inventor to make
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his patent cover all future improvements from time to time, he had forfeited
his right to what he had originally invented.

For a sharp rebuke to designing reissue applicants, see this case, — James
v, Campbell, 104 U. S. 356; 26 L. Ed. 786.

An error due to inadvertence or mistake apparent on the face of the patent
may be cured by prompt surrender and reissue, but such a right will be
ohandoned by unreasonable delay. — Miiler v, Brass Co. 104 U. 8. 350; 26

L. Ed. 783.

Two applicants some nine years after issue discover that their solicitor
has “ mixed those children up,” the claims of the one being issued to the
other. Therefore they obtained a reissue separately. Held, that, (1) As
to the patent receiving the broadened claim under the reissue, it is void under
the rule of Miller ». Brass Co. 104 U. 8. 350; and (2) that as to the patent
disclaiming the broader claims, that it covered as limited only a mechanical
improvement upon the other.— Hartshorn v. Saginaw, 119 U. 5. 564;
30 L. Ed. 539; 7 5. Ct. 421.

The misapprehension of the applicant as to the efficiency of a claim does

not amount to inadvertence, accident or mistake. — Yale v. James, 125
U. S. 447; 31 L. Ed. 807; 8 S. Ct. 967.

Swain v. Ladd, 102 U. S. 408,

An alleged error of “ omission of claims ”” where it was evident that the
““ orror ' was discovered in subsequent iznventions is not ground for reissue.

— Electric v. Boston, 139 U. S, 481; 35 L. Ed. 250; 11 S. Ct. 586.

Clements v, Odorless, 109 U. 8. 641; Mahn ». Harwood, 112 U, 8. 354; Coon v,
Wilson, 113 U. S. 268; Newton v. Furst, 119 U. S, 373; Worden v, Searles, 121
U. S. 14: Matthews #. iron, 124 U, S, 347,

If the petition does not set forth grounds for reissue under R. S. 4916 the

- Commissioner does not acquire jurisdietion. — Eby ». King, 1568 U. S. 366;
39 L. Ed. 1018; 15 8. Ct. 972.

There are cases in which the description of an invention, and the claims
sought to be founded upon it, by the applicant for a patent, are so plain and
unequivocal upon the face of the application itself, that the judicial mind
cannot be convinced that he intended to describe and claim any other
invention than that for which the patent was granted; and in such cases the
courts ought not to hesitate to review the decision of the commissioner upon
the question of inadvertence, accident or mistake, and should refuse to be
bound by it when the record upon the application for the reissue discloses that.
no explanatory facts or circumstances, adequate to account for the error,

were brought to his attention. — Feathersto:.e v. Bidwell, 57 Fed. 631;
O C. C. A.. 487. '

With respect to the proof of inadvertence, accident or mistake, the action
of the commissioner is conclusive, if there is any evidence before him tending
to show such accident, inadvertence or mistake, as will, in law, warrant a
reissue.  With respect to whether the original patent is inoperative and
defective, the court has always reserved the right to review the action of the
commissioner. If it shall appear from an examination of the new and old
patents that the old patent was not defective or inoperative but was for a
complete invention, and that the reissue was taken out to secure another and
diffcrent invention, lurking in the mechanical arrangement of parts, the
Suprenie Court has always held the reissue void. Parker ». Yale, 123 U. S.
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87. Aguin, if an examination of the patent office record discloses that there
was no evidence before the commissioner of accident, inadvertence or mis-
take, such as to warrant him in reissuing the patent, or that there was record
evidence of a conclusive character, showing that there could have been ne
accident, inadvertence or mistake, the Supreme Court has not hesitated to
hold a reissue void. — Peoria ». Cleveland, 58 Fed. 227; 7 C. C. A. 197.

Huber v. Mg, Co. 148 U. S, 270; Huber v. Mig. Co, 38 Fed, 836; Mahn v,
Harwood, 112 U, S. 354.

§ 886. Scope of.

If he were the author of any other invention than that which he specifically
describes and claims, though he might have asked to have it patented at the
same time and in the same patent, yet if he had not done so, and afterwards
desired to secure it, he is bound to make a new and distinet application for
that purpose, and make it the subject of a new and different patent. When
a patent fully and clearly, without ambiguity or obscurity, describes and
claims a specific invention, complete in iiself, so that it cannot be said to be
inoperative or invalid by reason of a defective or insufficient specification,
a reissue cannot be had for the purpose of expanding and generalizing the
claim so as to make it embrace an invention not described and specified in
the original. -— James v. Campbell, 104 U. 8. 356; 26 L. Ed. 7S6.

Burz v. Duryee, 68 U, 8. 577; Miller ». Brass Co. 104 U. 8, 350.

It would seem on the authority of the Goodyear vuleanized India rubber
patent that a patent covering only the process, where. both process and

product were new, may be reissued to cover both process and product. —
James v, Campbell, 104 U. S. 356; .26 L. Ed. 786.

It is clearly to be understood, from the entire language, that the things to
be included are only the things which properly belonged to the invention as
embodied in the original patent; that what the invention was is to be ascer-
tained by consulting the original patent; and that, while the new description
may properly contain things which are indicated in the original specification,
drawings or patent office model (though not sufficiently deseribed in the
original specification) it does not follow that what was indicated in the
original specification, drawings or patent office model is to be considered as
a part of the invention, unless the court can see, from a comparison of the
two patents, that the original patent embodied, as the invention intended

to be secured by it, what the claims of the reissue are intended to cover. —
Parker v. Yale, 123 U. 8. 87; 31 L. Ed. 100; 8 S. Ct. 38. - '

It is well settled that no construction can be given to the claims of the
reissue involved in this suit which will include what was covered by the

rejected claims under either the original or reissue applications. — Fox .
Perkins, 52 Fed. 205; 3 C. C. A. 32. |

Shepard ». Carrigan, 116 U. S. 597; Sutter . Robinson, 119 U. S. 530; Dobson
v. Lees, 137 U. S. 258; Roemer v. Peddie, 132 U. S. 313. .

§ 887. Surrender — Effect of.

A surrender of the patent within the sense of the provision means, an act

which, in judgment of law, extinguishes the patent. It is a legal cancella-
tion of it and hence ean no more be the foundation for the assertion of a right

after the surrender than could a repealed act of Congress. — Moffitt v. Garr,
66 U. K. 273; 17 L. IEd. 207.
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The surrender of a patent extinguishes pending suits. — Moftiti v. Garr, 66
U. S. 273; 17 L. Ed. 207.

Surrenders take effect when the amended patent is issued, and from that
time the original patent ceases to he operative as a franchise to vest in the
_patentee the exclusive right tu make and use the invention, and vend the
same to others to be veed. — Reedy v. Scott, 90 U. S. 352; 23 L. Ed. 109.

Surrendered patents cease to be operative when the new patent is issued;
from which it follows that such a patent, after the surrender, is not the proper
foundation for an action to recover either damages or profits for the in-
fringement of the invention. — Reedy v. Scott, 90 U. S. 352; 23 L. Ed. 109.

The surrender of the patent in suit after final judgment and decrer does
not affect the judgment or decree. — Mevs v, Conover, 131 U. S. cxlii, app.;
23 L. Ed. 1008.

A patent after it is surrendered cannot be the foundation of any suit.
The surrender of a patent pendente lite dismisses the suit.— Meyer v.
Pritchard, 131 U. 8. ccix, app.; 23 L. Ed. 961.

Moffitt ». Garr, 1 Black, 282; Reedy v. Scott, 90 U. 8. 352; Cleveland v, Cham-
berlain, 1 Black, 426; Lord ». Veazie, 8 How. 255.

Under the Act of 1837 the surrender of a patent for the purpose of a reissue

extinguished the original and all rights or claims thereunder. — Peck v.
Collins, 103 U. 8. 660; 26 L. Ed. 512.

A void reissue does not affect original application on which patent was
graélted.—-—-Washbum v. Beat Em All, 143 U. S. 275; 36 L. Ed. 154; 12
8. Ct. 443.

Where a patent has been surrendered and reissued, and such reissue is held
void, the patentee cannot proceed under his original patent nor recover
gargaggsothereunder.—-— Eby v. King, 158 U. S. 366; 39 L. Ed. 1018; 15

. Ct. 972.

Moffitt ». Garr, 66 U. S. 273; Reedy v». Scott, 90 U. 8. 352; Peck ». Collins,
103 U. 8. 660; McMurray ». Mallory, 111 U, 8. 97; Gage v, Herring, 107 U. S. 640.

It is true that in making his surrender the patentee declares that his
patent is inoperative and invalid; but this is not necvessarily so for all pur-
poses, but for the purpose for which he desires to have it reissued. Such a
patent might be inoperative and invalid as against certain persons who had
- pirated the underlying principle of the patent, and avoided infringing the
exact language of the claim, and yet be perfectly valid as against others
who were making machines clearly covered by their language. — Allen v.
Culp, 166 U. S, 501; 41 L. Ed. 1093; 17 S. Ct. 644.

When a Fatent 1s thus surrendered there ean be no doubt that it continues
to be g valid patent until it is reissued, when it becomes inoperative; but,
if a reissue be refused, it is entirely clear that the surrender never takes effect,
and the patent stands as if no application had ever been mdde for a reissue.
Whether, if the reissue be void, the patentee may fall back on his original
patent has never yet been decided by this cowt, although the question was
raised in Eby v, King, 158 U. 8. 366; but, as the original patent was also
held to be void, it did not become necessary to express an opinion upon the
question.  But if the original application for a reissue be rejected, the original
patent stands precisely as though a reissue had never been applied for,
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unless, at least, the reissue be refused upon some ground equally affecting
the original patent. — Allen ». Culp, 166 U. 8. 501; 41 L. Ed. 1093; 17 S,
Ct. 644.

To attempt to cancel a patent upon an application for reissue when the first
patent is considered invalid by the examiner would be to deprive the applicant
of his property without due process of law, and would be in fact an invasion
of the judicial branch of the government by the executive. — McCormick
v. Aultman, 169 U. S. 606; 42 L. Ed. 875; 18 S. Ct. 443.

The Circuit Court of Appeals certified the following question to the Supreme
Court, in McCormick ». Aultman, 69 Fed. 371:

If a patentece applies for a reissue of his patent, and includes among the
claims under the new application the same claims as those which were in-
cluded in the old patent, and the examiner of the patent office rcjects some
of such claims, and allows others, both old and new, does the patentee, by
abandoning his application for a reissue, and by procuring a return of his
original patent, hold his patent invalidated as to those claims vrhich the
examiner rejected?

The Supreme Court answered the question thus:

The fact that the rules of the patent office require that the original patent
should be placed in its custody for the purpose of surrendering it upon the
issue of an amended patent gives that department no right to the possession
of it upon the rejection of the application for a reissue. If the patentce
abandoned his application for a reissue, he is entitied to a return of his
original patent precisely as it stood when such application was made, and the
Patent Office has no greater authority to mutilate it by rejecting any of its
claims than it had to cancel the entire patent. — McCormick v. Aultman,
169 U. S. 606; 42 L. Ed. 875; 18 S. Ct. 443.

When the patentec came to ask for a reissue, he was confronted with
certain conditions on which only could the reissue be permitted. One was
that the specifications of his patent, as it (they) stood, were inoperative.
He was obliged to aver and prove that they were so. If this was true, the
patentee had been exploiting a patent which, though it might have contained
the germ of an invention, was practically useless to the public, for a patent
which does not disclose 2 way to work or use the invention does not con-
stitute the expected consideration for the grant. Having averred in a solemn
manner, and to induce the granting of a reissue, that the fact was as just

stated, he was estopped from claiming otherwise. — Coffield ». Fletcher,
167 Fed. 321; C. C. A.

Moffitt ». Garr, 1 Black, 273: Reedy v. Scott, 23 Wall. 352; Peck v. Collins,
103 U. S. 660; Gage v. Herring, 107 U. S. €40; Coon ». Wilson, 113 U. 8. 268;
Eby ». King, 158 U. 8. 366; McCormick ». Aultman, 169 U. 8. 606.

Note: This certainly is a holding which will be open to some eriticism
in view of the decision in McCormick v. Aultman, supra. To what extent

the averments in an application for a reissue may be regarded as an estoppel

is a serious question, and one which cannot be regarded as finally settled by
this decision for all cases.

§ 888. Tests of Validity of.

The construetion of a reissue in a court of equity is a question to be de-
termined by a comparison of the original and reissue; and with the aid of

expert testimony in eases where the specification is technical. — Seymour .
QOshorne, 78 U, S. 516; 20 L. Ed. 33.

Sickles v. Evans, 2 Cliff. 203; Bischoff v. Wethered, 9 Wall. 812; Betts 2.
Menzies, 4 B, & S. Q. B. 999.
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Equivalents are, doubtless, allowed to a patentee or ov.ner of a patent to
shut out infringements, but the patent act furnishee no support to the theory
that the patentee may surrender a patent for an invention consisting of
combination of old ingredients and amend the descriptive parts of the
epecification by striking out the entire description of one of the ingredients
of the combination and inserting in licu thereof a full deseription of several
other devices without any allegation that they are the equivalents of the one
whose deseription is stricken out, or any explanation whatever showing the
reason why the change was made. — Gill ». Wells, 89 U. 8. 1; 22 L. Ed.

699.

When the reissue is clearly void by comparison with the original as a
matter of law, extensive evidence 1s unnecessary; but where such evidence
is required it is proper that it should be considered. — Heald ». Rice, 104
U. S. 737; 26 L. Ed. 910.

James r. Campbell, 104 U. S, 356; Miller v. Brass Co. 104 U. §S. 350; Burr 2.

Duryee, 68 U. S. 531; Powder v. Powder, 98 U. 8. 139; Battin v. Taggart, 58
U. S. 77; Bischoff v. Wethered, 76 U. 8. 812; Seymour v. Osbornc, 78 U. S. 545.

What was suggested in the original specification, drawings or patent office
maodel is not to be counsidered as a part of the invention intended to have
been covered by the original patent, unless it can be seen from a comparison
of the two patenis that the invention, which the original patent was intended
to cover embraced the things thus suggested, or indicated in the original
specification, drawings, or patent office model, and unless the original
specification indicated that those things were embraced in the invention

intended to have been secui=2d by the original patent. — Flower v, Detroit,
127 U. S. 563; 32 L. Ed. 175; 8 S. Ct. 1201.

Parker ». Yale, 123 U. 8. 87; Hoskin ». Fisher, 125 U, S. 217.

We are of opinion that the circuit court committed an error in excluding
the original patent. It was relevant evidence upon the question whether the
reissue was *‘ for the same invention ”’ as the original, and the issue on that
subject was sufficiently raised by the averment of the complainant and the
dcngnlcin tl;e answer. — Oregon v. Excelsior, 132 U. S. 215; 33 L. Ed. 344;
10 S. Ct. 54.

§ 889. Miscellaneous Rules.

Under the general statute, which did not specifically provide for reissues,
the government had the right, incident to its power to grant a patent, to

grant a reissue in case of accident or mistake. — Grant v. Raymond, 6 Pet.
21§; 8 L. Ed. 376.

The second patent being a continuation of the first one, the rights of the
plaintiff must be ascertained by the law under which the original application
wias made. — Shaw v, Cooper, 7 Pet. 292; 8 L. Ed. 689.

Moneys recovered on judgments in suiis or voluntary payment under
the first patent, upon the surrender cannot be recovered back. — Moffitt v.

Garr, 66 U. 8. 273; 17 L. Ed. 207.

A reissue has no connection with or bearing upon antecedent suits; it
has as to subsequent suits. — Moffitt v. Garr, 66 U. 8. 273; 17 L. Ed. 207.

Upon an application for a reissue the commissioner should pass upon

the sufficiency of applicant’s title to apply for reissue.— Holloway v. Whiteley
71 U. 8. 522; 18 L. Ed. 335. o ' |
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It was held by the court, in view of the Patent Act of 1832, that the fact
of the granting of the rcissued patent closed all inquiry into the existence
of inadvertence, accident or mistake, and left open only the question of fraud

to the jury. — Seymour v. Osborne, 78 U, S. 516; 20 L. Ed. 33.
- R, K. ». Stimpson, 4 How. 384.

. the: Under the later law and more recent rulings, this is regarded too
road.

Reissued patents, in order that they may be valid, must be for the same
invention as the surrendered originals. The express provision in the new
Patent Act is that no new matter shall be introduced into the specification,
and that in the case of a patent for a machine neither the model nor drawings
%all%dbe amended, except each by the other, — Gill v. Wells, 89 U. S. 1; 22

. Ed. 699.

Pending suits are defeated when it appears that the patent on which the
suit i1s founded has been surrendered, nor is a supplemental bill setting up
the reissued patent a proper pleading to revive such a suit in equity, as
nothing can be recovered, either as damages or profits for infringement of the
surrendered patent. — Reedy v. Scott, 90 U. S. 352; 23 L. Ed. 109.

Mofhitt ». Garr, 1 Black, 273.

The reissue together with the corrected specification has the same effect
and operation in law on the trial of all actions for causes hereafter (there-
after) arising, as though the same had been originally filed in such correct

form. — Reedy ». Scott, 90 U. 8. 352; 23 L. Ed. 109.

The defendant must overcome the presumption against nim arising from
the decision of the Commissioner’ of Patents in granting the reissue. —

Smith v. Goodyear, 93 U. S. 486; 23 L. Ed. 952.

The statute in force at the time of the issue of the original patent auinorized
a surrender and reissue whenever any patent was “ inoperative or invalid
by reason of a defective or insufficient description or specification or by
reason of the patentee claiming in his specification as his own inver.«ion more
than he had a right to claim as new.” The statute in force at the time of the
reissue made no change in this except by striking out the words ¢ descrip-
tion or ”’ Stat. 4th July, 1836, Ch. 357, sec. 13 (5 Stat. at L, 117): R. 8. scc.
4916. — Gage v. Herring, 107 U. 8. 640; 27 L. Ed. 601; 2 8. Ci. 819.

It was never lawful to cover, by the claims of a reissue, an improvement
made after the granting of the original patent. — Union ». U. S. 112 U. 8.
624; 28 L. IEd. 828; & 8. Ct. 475.

The combination covered by the claim in the reissued patent is, in law and
in fact, merely a mechanical equivalent for that which “vas already covered
by the C. patent, which had the priority of invention. For this reason we
hold the reissue invalid. — Hartshorn v. Saginaw, 119 U. 8. 664; 30 L. IEd.
939; 7 8. Ct. 421,

The patentee having imposed words of limitation upon himself in his
claims, especially when so required by the patent office in taking out his
reissue, is bound by such limitations, in subsequent suits on the reissued
patents. — Crawford ». Heysinger, 123 U. 8. 580; 31 L. Ed. 269; 8 S.
Ct. 399.

Leggett . Avery, 101 U. S. 256; Goodyear 2. Davis, 102 U, S. 222; Fay ».
Cordesman, 109 U. S. 408; Mahn ». Harwood, 112 U. S, 354; U. S. ». Union,
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112 U. S. 624; Sargent v, Hall, 114 U. 8. 63; Shepard ». Carrigan, 116 U. 8. 593;
White » Dunbar, 119 U. 8. 47; Sutter v. Robinson, 119 U, S. 930; Bragg v.
Fitch, 121 U, 8. 478; Snow v. Lake Shore, 121 U. 8. 617.

A reissue applied for subsequent to the expiration of a foreign patent
upon the original is invalid. — Commercial v. Fairbank, 135 U. 8. 176;

34 L. Ed. 88; 10 5. Ct. 972.

Claims of a reissue patent must be limited to the specific mechanism
claimed in the original patent. — FElectric v, Boston, 139 U. S, 481; 35 L.

Ed. 250; 11 8. Ct, 586.
Qutter v. Robinson, 119 U. S. 530.

Where an application was made on the ground of a defect in the “ omis-
sion of claims,”” and it appears that the real object of the reissue was to cover
apparatus covered by subsequent patents, the reissue claim was held invalid,
— Electric . Boston, 139 U. S. 481; 35 L. Ed. 250; 11 S, Ct. 586.

Docs not invalidate original claim when it is repeated in reissue, — Leggett
v. Standard, 149 U. S, 287; 37 L. Ed. 737; 13 5. Ct. 902.

Gage ». Herring, 107 U. 8. 640

In that case (Gaskill ». Myers) too, there was no change whatever in the
specifieation.  In this case a change was introduced, which was not only
different from, but ez entially inconsistent with, the original specification. —
American v, Swietusch, 85 fred. 968; 29 C. C. A. 506.

Distinzuishing Gaskill v. Myers, 81 Fed. §54.

In the original anplication a part was shown and described as a hole which
should have been a slot. This rendered the device absolutely inoperative.
The error was caused by oversight and was unconnected with the gist of the
invention, though its adoption rendered the machine inoperative. No change
was made or needed in the claim. If the patentee nade e maeritorious invens
tion, he ought not to lose the benefit of it by reason of a deiect so narrow and
technieal, — Hart ». Anchor, 92 Fed. 657; 34 C. C. A. 606.

It is urged that the success of the appellee in procuring the reissue is
in the nature of a fraud. The defect of this argument is that it assumes that
we have before us (on injunction proceeding), in this case, all the facts that
the commissioner had before him in the application for a reissue; and that
we can, in a collateral proceeding, declare the patent fraudulent, on account
of the supposed imposition on the commissioner. — Justi v. Clark, 108 I'ed,

659; 47 C, C. A. 565.

If the claims in a reissue are valid which were contained in the original,
notwithstanding its new claims are invalid, it would seem to follow that,
where there are no new claims in the reissue, all the elaims should be valid,
although in attempting to correct a mistake the commissioner has done
nothing more than to introduce unimportant changesinto the deseription. —
Thomson-Houston ». Black River, 135 Fed. 759; 68 C. C. A. 461.

It suffices for present purposes that the patentec not only described the
same invention as is described in the reissue (with amplification now omitted
13 to the details of construetion and arrangement of the tension device) but
ilso endeavored to claim the combination now elaimed. Unless a reissue is
invalid beeause unimportant changes are made in the descriptive matter
and the language of the claims so as to express beyond any chance of mis-
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apprehension what the patentee intended to claim in the original, there is
noihing to militate against the present reissue. It is urged for the appellee
that there was no statutory ground for a reissue, because the specification
for the original was not in any seuse defective. If it shouvld be conceded that
the changes in the description of the reissue are of no materiality, and that
the claims are identically such as some of the claims of the original, the
circumstances would not impeach their validity. In many cases where the
new claims in a reissue have been held invalid, the claims repeated from the
. original have been sustained. — Thomson-Houston ». Black River, 135 Fed.
799 68 C. C. A. 401.

Gage v». Her:i: g, 107 U, 8. 640; Mahn 2. Harwood, 112 U. 8. 354.

REOGPENING CASE,

After Decree on Appeal £ 830 See — Adjudication § 35; Appeals
Newly Discovered Evidence § 891 § 109; Decrees § 301; Pleading and
Miscellaneous Rules § 892 Practice § 788; Rehearings § 368

§ 8go. After Decree on Appeal.

The question of due diligence, as well as the materiality of the newly dis-
covered evidence, is, we think, a questicn for decision by this court upon an
application 1cr leave to review a decrce of the Circuit Court, entered in pur-
suance of the decree of this court. — Kisinger-Ison v. Bradford, 123 Fed.
91; 59 C. C. A. 221.

Society v. Watson, 77 Fed. 512; Jourolmon ». Ewing, 85 Fed. 103; Rubber 2,
LEwing, 9 Wali. 8§05.

That where a case is on appeal, before final decree, the appellate court
may dismiss the appeal without prejudice, on request of the court below, for
the purpose of further pleading and proofs, sec Mossberg v. Nutter, 124
Fed. 966; 60 C. C. A. 98.

Distinguishing Roemer ». Simon, 91 U. S. 149.

On an interlocutory decree, like the one now before us, the Circuit Court
has the case in its own breast, and on the dismissal of an appeal without
prejudice can reopen any iaterlocutory proceedings if justice requires it, —

Greene v. United, 124 Fed. 961; 60 C. C. A. 93.

That a complainant-appellant may not ask the appellate eourt to instruct
the circuit court to allow complainant to reopen the case and amend so as to
bring in the proper parties defendant, see— National v. Stolts, 135 Fed. 534;
6S C. C. A, 84.

§ 891. Newly Discovered Evidence.

It 1s a settled rule in this class of cases “ that the matter must not only
be new, but such as the party, by the use of reasonable diligence, could not
have known; for if there be any laches or negligence in this respect, that
destroys the title to the relief.” Story Eq. Pl. sec. 414. — Providence 1.
Gogdyear, 76 U. 8. 805; 19 L. Ed. 828.

Whether such an application shall be granted or refused, rests in the

sound discretion of the court. — Providence ». Goodyear, 76 U. S. 805;
19 L. Ixd. 828.

The decision: and decree of this court did not amount, indeed, technically
speaking, to a final judgment, because the matter of accounting still remained
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to be disposed of. Humiston . Stainthorp, 2 Wall. 106; Smith ». Iron
Works, 105 U. S#518. But they constitute an adjudication by this court of
all questions, whether of law or of fact, involved in the conclusion that the
letters patent of the plaintiff were valid, and had been infringed. Applying
the rule stated at the beginning of this opinion, the questions of novelty
and infringement were before this court, ard disposed of by its decree, and
must therefore be deemed to have been finally settled, and could not after-
wards be reconsidered by the circuit court. When the merits of the case
have been once decided by this court on appeal, the eircuit court has ng
authority without express leave of this court to grant a new trial, a rehearing
or a review, or to permit new defenseson the merits to be introduced by
amendment of the answer. — In re Potts, 166 U. S. 263; 41 L. Td. 994 ;
17 S. Ct. 520.

Ex Parte Stor{l, 12 Pet. 339; Southard v. Russell, 16 How. 547: Ex Parte
Du Buque, 1 Wall. 69; Stewart v. Solomon, 97 U. 8. 361; Gaines ». Rugg, 148

U. 5. 228.

The refusai of the court of leave to the defendants to take further preof
is assigned for error, but this assignmeni has not been seriously pressed by
counsel. The rebuttal proofs in the case had been closed, and leave was
denied on the ground of lack of due diligence, and because it was not clear
that the new evidence was inaterial. The disposition of the motion was,
nowever. in the aiscretion of the court, aud in general such motions are not
appealable. — Pittsburgh ». Roberts, 71 Fed. 706; 18 C. C. A. 302

Stimes v. Franklin, 14 Wall. 22.

While tl:ie views which we have expressed in respect to stare decisir,
public policy, and laches, do not operate strictly as an estoppel under the
circurnstances of this case, such considerations have operatec{’ to create and
sustain the rule which requires that the newly discovered evidernce, in order
to he controlling, shall fully, clearly and unmistakably establish, in connec-
tion with the other evidence in the case, that the former decisions between the
same parties were wrong. — Bresnahan ». Tripp, 99 Fed. 280; 39 C. C. A. 508.

The decisions (and there are many) all go at least to the extent of saying
that the new evidence, to warrant it, must be so cogent and versuasive as to
impress the court with the conviction that, if it had been presented and con-
stdered on the original hearing, it would have clearly produced a contrary
conclusion from the one there reached. There are some cases where it is
hela that, if the elaim is made that the newly discovered evidence or patents
anticipate the patent previously susizined upon bona fide and strenuous
contest, the anticipation must be described in full, clear and exact terms. —
Bresnahan ». Tripp, 99 Fed. 280; 39 C. C. A. 508.

That a searcher was sen$ to examine the Patent Office for the purpose of
obtaining all matter which was material to the defense of want of patentable
novelty, and that this searcher did not come across these particular patents,
15 not such an extraordinary circumstance as would justify the review of 2
decree sustaining the validity of the patent. Such evidence is of a cumulative
character. These patents were public records, and accessible if the search
had been rufficiently diligent. The discovery of other patents bearing upon
the question of anticipation should not be made the basis for a bill of review,
In the absence of some very peculiar circumstance. — Kisinger-Ison <.

Bradford, 123 Fed. 91; 59 C. C. A. 221,
Re Gamewell, 73 Fed. 908.
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That a party is entitled to a reasonable time after the discovery of new
evidence to verify and substantiate such evidence before moving to reopen
the case, see — Kelley ». Diamond, 136 Fed. 855; 69 C. C. A. 599.

The petition seems to us to be for leave to open up the case, not so much to
introduce evidence newly discovered, as to introduce old evidence the
materiality of which has been newly discovered. The disturbance of a final
judgment between given parties ¢n such a ground would be contrary to all
the adjudged cases. It would destroy the finality of nearly every decree
handed down, — Lafferty ». Acme, 143 Fed. 321; 74 C. C. A, 521.

§ 802, Miscellaneous Rules.

The decree in this case under consideration is not final, within the de-
cisions of this court. The injunction prayed for was made perpetual, but
there was a reference to a master to ascertain the damages by reason of the
infringement; the bill was not dismissed, nor was there a decree for costs.
No point is better settled in this court, than that an appeal may be prosecuted
only from a final decree. The cases are numerous where appeals have been
dismissed, because the decree of the circuit court was not final. It is supposed
there was a departure from this uniform course of decision, at the last term
in cLas:-:)E (:lf Forgey v. Conrad, € How. 201. — Barnard v. Gibson, 7 How. 630;
12 L. Ed. 857.

The record contains no warrant, for more than nominal damages at any
time. We cannot reopen the taking of evidence simply because the com-
plaj;mné; has failed to make a case. — Baker v. Crane, 138 Fed. 60; 70 C.
C. A. 486.

Appellant, after the decision of the case, moved to reopen it, in order to
show that it used fire-brick and did not use chamotte, within the meaning
given to it by the court in its opinion. This motion was rightly denicd,.
The new evidence sought to be int-~duced might have been brought before
t-heCcogrtAat the original hearing. — Panzl v, Battle Island, 138 Fed. 48;
70 C. C. A. 474.

RES JUDICATA.

Conclusiveness § 893 See — Adjudication § 28; Comity
Former Suit § 894 § 250; Astoppel § 381; Imjunction §§
Patent Office Decisions § 895 561, 8§70, 575; Interferences § 580:
Miscellaneous Rules § 896 Pleading and Practice § 788

§ 803. Conclusiveness.

The judgment rendered in that (the former) suit, while it remains ir. foree,
and for the purpose of maintaining its validity, is conclusive of all the facts
properly pleaded by the plaintiffs. But when it is presented as testimony in
another suit, the inquiry is competent whether the same issue has been
tried and settled by it. — Packet Co. v. Sickles, 65 U. S. 333: 16 L. Ed. 650.

Merriam ». Whittemore, 5 Gray, 316; Hughes ». Alexander, 5 Duer, 488.

A recevery for an infringement of one claim of the patent is not of itself
conclusive of an infringement of that other claim and there was no extrinsic
evidence offered to remove the uncertainty upon the record; it is left to
conjecture what was in fact litigated and determined. The verdict may have
been for an infringement of the fiist claim; it may have been for the infringe-
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ment of the second; it may have been for an infringement of both. The
validity of the patent was not recessarily involved, except with respcet to
the claim which was the basis of recovery. — Russell v. Place, 94 U. S. 606;

24 L, Ed, 214.

It is undoubtedly scttled law that a jurgment of a competent court of
jurisdiction, upon a question directly involved in one suit, 1s conclusive as to
that question in another suit between the same parties. But to this opera-
tion of the judgment it must appear, either upon tb_e face of the record or be
shown by extrinsic evidence, that the precise question was raised, and deter-
mined in, the former suit. If there be any uncertainty on this head in the
record — as, for example, if it appear that several distinet matters may have
been litigated, upon one or more of which the judgment may have passed
without indicating which of them was thus litigated, and upon which the
judgment. was rendered — the whole subject-matter of t:_he action will be at
Jarge and open to a new contention, unless this uncertainty be removed by
- extrinsic evidence. — Russell v, Place, 94 U: 8. 606; 24 L. Ed. 214.

The jury did not find that the alleged infringing machines combined in
their ‘‘ structure and operation the substance of the invention’ described
in the letters patent. Curt, sec. 308; but found the identity of the three
exhibits in the case. If the invention of the patent was not used, it is im-
material how similar the two machines were in other respects. The question
whether the invention of the patent was used by the defendant was not
actually determined by the state court, although it could have been; but
it is only in respect to matters actually in litigation and determined that
the judgment is conclusive in another action. — Brusie v. Peck, 54 Fed. 820;
4 C. C. A. b97.

Cromwell ». Sae, 94 U, S, 351.

A decision of another circuit court of appeals to be res judicata and a
binding precedent must have been upon the merits of the same patent, and
not upon t;thegs(.) co-related with it. — Boyden v. Westinguouse, 70 Fed. 816;
17 C- C: d e 4 . .

The decree in the Toledo Case awarded a perpetual injunction, but with an
order of reference to a master to ascertain the damages by reason of infringe-
ment, and for that purpose the suit, it is conceded, is still pending. It is
therefore only an interlocutory decree, and not available as an estoppel in
respect to any issue in these suits. Barnard ». Gibson, 7 How. 650; Humiston
p. Stainthorp, 2 Wall. 106; McG..ukey v. Ry. Co. 146 U. S. 545; Bradley ».
Eagle, 57 Fed. 980; Jones ». Mrr 1, 50 Fed. 785; Richmond v». Atwood,
52 Fed. 10; Marden v. Campbell, 67 Fed. 809; Bissell v. Goshen, 72 Fed.
545. — Brush v. Western, 76 Fed. 761; 22 C. C. A. 543.

The decision of this court, in the case of Wheaton v. Norton, 70 Fed. 833,
was upon the merits; and it was there adjudged that the same machine, the
use of which constitutes the alleged infringement by the defendant in the
present suit, was not an infringement of the patent sued on by the com-
plainants; and the judgment of the trial court, enteced in pursuance of the
mandate of this court, was an adjudication conclusively binding, not only
upon the parties to that suit, but upon their privies. Johnson Steel v.
Wharton, 152 U. S. 252; Last Chanca v. Tyler, 157 U. 8. 683; Railroad ».
Nationzl, 102 U. S. 14; Stout ». Lye, 103 U. 5. 66. The judgment is
affirmed. — Norton v». San Jose, 79 Fed. 793; 25 C. C. A. 194.

While we appreciate fully that the doctrine of res judicata is a salutary
one, intended to mitigate the evils which follow prolonged ard repeated
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litigations, still the decisions show that the courts have always restricted
its application to cases where, among other identities, the subject matter

was the same. — Norton v. Jensen, 90 Fed. 415; 33 C. C. A, 41,
Cromwell ». Sac, 94 U. 8. 351; Russell ». Place, 94 U. 8. 606; Lumber Co. ¢
IBJucShteLl 101 U. S. 638; Wilson v. Deen, 121 U. S, 525; Bissell v. Spring, 124
.S, 231,

The defendant here was a mere user. The infringing manufacturer, the
Diamond Meter Co., was not a party to the prior adjudication but un-
doubtedly furnished the defense. Held: The proofs as a whole satisfy us
that the purpose of the Diamond Meter Co. was to maintain such an attitude
with reference to the prior suit that it might have the direct benefit of the
decree if favorable to the defendants therein, and yet not be conecluded
should the decree be adverse to the defendant. But if the Diamond Meter
Co. desired that the decree in the prior suit should operate as an estoppel
in its favor, it was bound by avowal or OEen action to place itself in such an
unequivocal position that the decree should be mutually binding as res
adjudicata upon itself and upon the complainant, — Jefferson ». Westing-
house, 139 Fed. 385; 71 C. C. A, 48l.

Litchfield v. Goodnow’s, 123 U. S. 549; Andrews v». National, 76 Fed. 166:
Cramer v». Singer, 93 Fed. 636; Lane v. Welds, 99 Fed. 286.

An adjudication that the patent was void would protect defendant against
a new attack by plaintiff on the same patent. But an adjudication that the
defendant was doing something that did not infringe a valid patent would not
justify defendant in doing something else that does infringe. — Robinson

v. American, 150 Fed. 331; 80 C. C. A. 127.

If courts are to examine defenses in patent cases de novo, as often as they
are presented, litigation will continue until the resources of the defendants
or the patience of the complainant, and possibly the patience of the court,

are exhausted. — Consolidated ». Diamond, 162 Fed. 892: 89 C. C. A. 582,

§ Bg4. Former Suit.

It was not necessary as between parties and privies that the record should
show that the question upon which the right of the plaintiff to recover, or
the validity of the defense, depended for it to operate conclusively; but ounly
that the same matter in controversy might have heen litigated, and thac
extrinsic evidence would be admitted to prove that the particular question
was material and was, in fact, contested and that it was referred to the
decision of the jury. — Packet Co. v. Sickles, 65 U. S. 333; 16 L. Ed. 650.

Although one infringer may succeed in defeating a patent by one of the
statutory defenses, such action does not prevent another from being sued,
or mulcted, in case he fails to produre the requisite evidence to majntain his
céefense. — United States v. Am. Bell, 128 U. S, 315; 32 L. Ed. 450; 9 S.

t. 90.

As the prior action was between the same parties, and was based in part
at least, and prineipally, upon the same patent, it would appear that the
judgment of the court dismissing the petition would operate as a complete
estoppel to the present suit, unless the proceedings subsequent to the judg-
ment in the former suit in some way deprived the judgment of its force and
Eﬁe(-*st;)ges judicata. — Hubbell ». U. 8. 171 U. S. 203; 43 L. Ed. 136; 18 8.

6. 828.
3 Rob. Pat. sec. 1017.
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The presumption is that the issues were the same, and, if they were in part
different, it was incumbent upon the claimant to show that the prior case was
decided upon qu:stions not involved herein. — Hubbell ». U. 8. 171 U. §.
203: 43 L. Ed. 136; 18 S. Ct. 828.

The patentee cannot bring sgit agginst an infringer upon a certain state of
facts, and, after dismissal of his action, bring another suit against the same
party upon the same state of facts, and recover upon a different theory. The
judgment in the first action 1s a complete estoppel in favor of the successful

arty in a subsequent sction upon the same state of facts. — Hubbell v.

g 171 U. S, 203; 43 L. Ed. 136, 18 8. Ct. 828.

Walker Pat. 468; DuBois ». Railroad, 5 Fish. 208, Fed. Cas. 4109; Bradley ».
Eagle, 57 Fed. 989.

This is a second action upon the same claim or demand, to wit, upon the
claim for a monopoly granted by patent; and that the forme: decree, the
question being necessarily involved and at issue in that case, determines
conclusively and for all time, as between the parties thereto and their privies,
the validity of the patent. It can no more be made the subject of contention
between them. — Bradley v. Eagle Mfg. Co. 57 Fed. 980; 6 C. C. A, 661.

Cromwell 2. Sac, 94 U. S. 351; Davis v. Brown, 91 U. S, 423; Campbell .
Rankin. 99 U. 8. 281; Block v. Commissioners, 99 U. S. 686; Wilson v. Deen,
191 U. S. 525; Bissell v. Spring Valley, 124 U, S, 225; Nesbit v, Independent, 144
1. 8. 610: Railroad v. Alsbrook, 146 U. S, 279; Mc¢Comnb ». Frink, 149 U. S. 629;
Lumber Co. v. Buchtel, 101 U. 8. 638; Insurance Co. v. Bangs, 103 U. 8. 780;
Elgin ». Marshall, 106 U. 8. 573.

The defendant there was the agent of the present appellant in the sale
of the infringing machines. The defense of the suit then was assumed and
prosecuted by the appellant here. The appellant was in fact the real party to
that litigation, and so far as the decree there is res adjudicata is as effectively

concluded therchy as if it were the actual defendant of record. — Bradley
v, Eagle Mfg. Co. 57 Fed. 980; 6 C. C. A. 661.

Lovejoy v. Murray, 3 Wall. 1; Robbins 2. Chicago, 4 Wall. 657.

That the decree was interlocutory at the bringing of this suit, and subse-
quently ripened into a final decree, does not impair its efficieney or con-
clusiveness when properly presentied in this suit. The relative time of in-
stitution of suit, or the relative date of final decree, is not of consequence
if the merits of the controversy be thereby fully and finally determined, and
the record thereof is properly brought to the attention of the court. — Brad-
lev ». Eagle Mfg. Co. 57 Fed. 980; 6 C. C. A. 661.

Duffy v. Lytle, 5§ Watts. 120; Casebcer ». Mowry, 55 Pa. St. 422; Child .
Powder Works, 45 N. H. 547.

The rule of res judicata has never been disturbed that where, in a prior
suit, it appears of record that any particular question has been actually
adjudicated, the prior judgment is to that extent conclusive in any subsequent
suit hetween the same parties or their privies, relating to an instrument which
forms the basis of litigation in each. Here we find in the prior judgment a
solemn and express adjudication in favor of the validity of the patent. If
in that particular the court went beyond its province, its action was not void,
and the remedy for the respondents was to apply to have its decree amended.
As, therefore, we find in the record here, matter which, as far as we are
concerned, conclusively establishes that the court having cognizance of the
prior suit had expressly adjudicated the validity of the patent as between the
parties in privity with those now before us, we have no power to permit
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that question to be litigated again. — Empire ». American, 74 Fed. 864;
21 C. C. A, 152.

Bradley v. Eagle, 57 Fed. 980; Russell v. Place, 84 U. 8. 351; Bissell v. Spring,
124 U. S. 225; Howlett v. Tarte, 10 C. B. N. 8. 813; Roberts v. Railroad, 158

U. 8. 1; DeSollar ». Hanscome, 158 U. S. 216; Last Chance v. Tyler, 157 U. 8, 683;
Lumber v. Buchtel, 101 U. S. 638.

The prior suit was brought against defendant company and its agent. The
company had the bill dismissed against it for want of jurisdiction, but
furnished the funds for the defense. That s1't having been decided in favor
of the agent, the defendant company novr pleads that suit as estoppel on the
ground that it sustained the expense of the former suit for its agent. Held:
The open dismissal of the Singer Company from that suit upon its own motion
was significant of its withdrawal from the litigation, and of its purpose not
to be bound by the judgment to be rendered therein. — Singer ». Cramer,
109 Fed. 652; 48 C. C. A, 388.

The plea does meet the declaration (that of infringement), for it alleges
that the acts for which defendant is now sought to be held are merely a
continuation of the very same acts which were involved in the former litiga-
tion and were adjudged not to constitute a cause of action. But this allega-~
tion was expressly denied in the replication. So an issue of fact was framed,
for the determination of which plaintiff was entitled to a jury trial. — Robin-
son v. American, 150 Fed. 331; 80 C. C. A, 127.

In the former case Heller testified that he was interested in the defense
financially and otherwise. Whether intended to be so or not, there is no
doubt that the suit against the N. Y. Baking Powder Co. was, in fact, a test
case and is controlling in this court upon all questions there decided. e
are of the opinion that their participation in the defense of the test suit made
the defendants Heller and the N. Y. Hygienic Co. parties privy to that suit
and that the testimony of Clotworthy given therein may properly be read
against these defendants — Clotworthy having died prior to the hearing. —
Rumford v. Hygienic, 159 Fed. 436; 86 C. C. A. 416.

Each plea states with abundant particularity the issues raised, heard, and
decided in the prior equity suit referred to between the parties, and specifies
their identity with the subject-matter in controversy here. The prior ad-
judication was clearly brought within the elementary rule which bars a

sccond action upon the same claim or demand. — Robinson ». American,
159 Fed. 131; 86 C. C. A. 321.

Cromwell ». County, 94 U. 8. 351.

§ 8¢g5. Patent Office Decisions.

It would seem that a defendant cannot set up an interference adjudication

and rely upon it as res adjudicata when sued for infringement. — Garratt v.
Siebert, 98 U. S. 75; 25 L. Ed. 84.

The question of judicial interpretation of a doubtful question before the
Patent Office is not to be regarded as res judicata by that department. —
Andrews v. Hovey, 124 U. 8. 694; 31 L. Ed. 557; 8 S. Ct. 676.

In a subsequent suit between the same parties to the decision of the patent
office upon the question of priority, the decision there made must be accepted
as controlling upon the question of fact in a subsequent suit, unless the
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contrary is established by testimony which, in character and amount, carries
thorough conviction. — Ecaubert ». Appleton, 67 Fed, 917; 15 C. C. A. 73.

Morgan v. Daniels, 163 U. S. 120.

It has not been the tendency of the decisions either of the Supreme Court
or of the circuit courts of appeal to extend the effect of interference decisions
as final adjudications, and we concur with the circuit court in the con-
clusion that ¢ while the decision in interference may be res judicata as to
priority, it does not preclude defendant frem raising other questions not in
issue in said proceedings.”” — National v. Wheeler, 79 Fed. 432;24 C. C. A.

663.

No intimation is intended that such decision is res adjudicata or con-
clusive in the present controversy (between the same parties on motion for
preliminary injunction) or of other than persuasive effect in reference to
the facts thus involved. — Scott v. Laas, 150 Fed. 764; 80 C. C. A. 500.

§ 896. Miscellancous Rules.

To make the judgment available as a plea in bar or as conclusive evidence,
it must appear that the parties were the same or in privity. The situation
must have been such that the Hanks Dental Association (defendant below)
would have been estopped from asserting the validity of the patent had the
judgment been against Bennett. The mere fact that Bennett and defendant
are members of an association which has contributed to the defense of each,
does not warrant the conelusion that a judgment in favor of one inures to
the benefit of the other in the absence of knowledge by the plaintiff of the
true relations between them. The plaintiff must have known at the time that
the Hanks Company was contributing to the defense of the Bennett suit, —

Hanks ». International, 122 Fed. 74; 58 C. C. A. 180.

The defendant sought, by showing the invalidity of the patent, to ter-
minate the contract. That issue having been raised and merged in the
judgment, it is clear that in a suit between the same parties for subsequent
installments under the same contract the same question cannot be raised and
gtigutetl a second time. — Wilcox ». Sherborne, 123 Fed. 875; 59 C. C. A.

03,

ROYALTIES.

General Statement and the Decisions | See — Assignment § 149: Damages
§ 897 § 294; License § 760; Profits § 825

§ 897. General Statement and the Decisions.

Royalties arise out of contract and agreement. A patent is personal prop-
erty, and rights arising out of contract and agreement are subject to the
general rules relating thereto. So long as it is borne in mind that, unless
otherwise specified in the assignment, joint owners are tenants in common,
and not by the entirety, there will be little difficulty in applying the general
prineiples underlying contracts to the subject of royalties.

The question of an established royalty furnishes a measure of damages
and a factor for the computation of profits. Sec Damages and Profits.

To occasionally take promissory notes from licensees in lieu of cash for
accrued royalties would, if done in good faith, not be so far out of the course of
ordinary business transactions as to render the licensee liable for losses oc-
curring through the insolvency of any of its licensees. In the ahsence of
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any guarantee only diligence and good faith are required. — Thorn v. Wash-
burn, 159 U. 8. 423; 40 L. Iid. 205; 16 8. Ct. 94.

That where the license is founded upon a pending application which is
being prosecuted by the licensee, with the result that some of the claims are
rejeccted by the Patent Office and the licensee notifies the licensor that the
claims that can be secured are not “ worth a pinch of snuff,” but at the
same time retains his license privilege and neither surrenders the contract
nor the patent application, is bound to account for articles manufactured
under the contract and embodying the invention as understood at the time
the %:ogtraﬁt was made, see — Eclipse v. Farrow, 199 U. S. 581; 50 L. Ed. 317;
26 S. Ct. 150.

U. S. ». Harvey, 196 U. S. 310.

The decree declares in general terms the rights of the plaintiff to royalties
upon all devices manufactured by the defendant and embodying the inven.
tions mentioned in the contract, and directs an accounting in accordance
with the decrece. We are of opinion that these terms warranted the auditor
in charging royalties upon any device found to come within the contract.

— Eclipse v. Farrow, 199 U. S. 581; 50 L. Ed. 317; 26 S. Ct. 150.

Until the attorney’s authority was revoked and the defendants had knowl-
edge of it, their settlements with him were a discharge of hability. — Union
v. Johnson, 61 Fed. 940; 10 C. C. A. 176.

That where the license contract covered a period extending beyond the
term of the patent under which a part of the royalties arose, in the absence
of specific agreement to the contrary, the royalties arising out of such patent
ccease with the expiration of that Patcnt, although the contract continues in

force as to other patents, see— Holmes v. McGill, 108 Fed. 238; 47 C.C. A. 296.

That the fact that a licensee has inextricably complicated and confused the
profits or returns aceruing from sub-letting or territorial sales under a specific
royalty agreement with a licensor cannot defeat the right of the licensor to

his royalties, sce — Western Union ». Am. Bell, 125 Fed. 342; 60 C. C. A. 220.

Royalties are commonly understood as meaning something proportionate
to the use of a patented device; in other words, a kind of exeise. Bouvier’s
Law Dictionary, ¢ Royalty.” In its more ordinary meaning it would not
literally include the shares of stock for which an accounting is demanded.
In some of its uses it is a broader word than “ rentals,” and yet in other
aspeets ““ rentals ” is a broader word than * royalties.” Rentals in their
ordinary signification are tiot limited as royalties in their ordinary significa-
tion; that is, something proportionate to the use of the patented device.
The word * ordinarily ”’ means specific sums paid annually, or at other stated
periods, for the right to use a patented device, whether it is used much or
little or not at all. — Western Union ». Am. Bell, 125 Fed. 342; 60 C. C. A.
220.

It is argued that although the contract requires the payment of royalties
on all machines “ sold or delivered,” the intent of the parties was that pay-
ment, should be limited to machines * sold and delivered ”” and that the court
should have so interpreted the contract. We cannot accede to this view.
There is no ambiguity about the contract; its language is perfectly plain.
In the short clause providing for the payment of royalties the words * sokd
or delivered ” are twice used. There is no room for interpretation. — Con-

fectioners’ ». Panoualias, 134 Fed. 393; 67 C. C. A. 391.
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That in an action to recover royalties under a contract which confined
the licensee to manufacture and sell the patented device and no other,
it is not necessary for the licensor to prove that the devices made and sold
conformed to the claims of the patent, sce — Clifford v. Capell, 165 Fed. 193;

C. C. A.

SECRET PROCESS OR MACHINE.

General Rule § 898
Sce — Abandonment § 1; Unpatented Invention § 930

§ 898. General Rule.

One who makes or vends an article which is made by a sceret process or
private formula cannot appeal to the protection of any statute creating a
monopoly in his product. He has no special property in cither a trade seerct
or & private formula. The process or the formula is valuable only so long as
he keeps it secret.  The public is free to discover it if it can by fair and honest
means, and, when discovered, anyone has the right to use it. — Park ».
Hartman, 153 IFed. 24; 82 C. C. A. 158.

Chadwick v. Covell, 151 Mass. 190; Tabor v. Hoffman, 118 N. Y. 30); Peabody
». Norfolk, 98 Mass. 452; Vulcan ». American, 58 Atl. 290.

SALE OF PATENTED ARTICLL.

General Statement and Hnldingsl Sce — Assignment § 149;  License
$ §99 § 749

§ 8g9. General Statement and Holdings.

The distinctions between the sule of a patented article and the sale of any
right. under a patent are to be noted. Since the owner of a patent has a close
monopoly, he may, provided he gives the proper notice so that the public
is not, ensnared, sell or otherwise dispose of articles covered by his monopoly
with such restrictions as he may impose. While this subject is related to that
of license, it differs from it in that a license, generally speaking, deals with
some right under the patent, while the sale and purchase of a patented ar-
ticle with restrictions deals with the product of the patent, rather than the

patent itself.

The condition against sales to retail dealcrs who do not sign a similar
agrcement governing sales by them was imposed by complainant in the ex-
ercise of its property right in the monopoly, and for the purpose of rendering
it valuable. The complainant had the same right to require that such an
agreement be exacted from defendants’ vendees that it had to demand it
from defendants. Any sale by defendants outside of the terms of their
under-license or contract was an invasion of complainant’s lawful monopoly.
— National v. Schlegel, 128 Fed. 733; 64 C. C. A. 594.

Undoubtedly, the general rule is that if a patentee make a structure em-
bodving his invention, and unconditionally make a sale of it, the buyer
acquires the right to use the machine without restrictions, and, when such
machine is lawfully made and unconditionally sold, no restriction upon its
use will be implied in favor of the patentee. By such unconditional sale the
machine passes without the limit of the monopoly. Adams v. Burke, 17 Wall.
423, Mitchell v. Hawley, 16 Wall. 544. That the complainant has attempted
to state a case not within this rule is very obvious, for it charges that every
sale has been under an express restriction as to the use of the invention
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embodied in the machine. In view of the conspicuous character of both the
machine and the notice permanently affixed thereon, everyone buying must be
conclusively presumed to have notice that the owners of the patents intended
by the inscription on the machine to grant only a restricted license for
its use, and it is difficult to see why such purchaser is not to be regarded us
acquiring and accepting the structure subject to this restriction. The buyer
of the machine undoubtedly obtains the title to the materials embodying
the invention, subject to a reverter in case of violation of the conditions
of the sale. But, as to the right to use the invention, he is obviously a
mere licensee, having no interest in the monopoly granted by the letters
patent. A license operates only as a waiver of the monopoly as to the li-
censee, *“ and estops the licensor from exercising its prohibitory powers in
derogation of the privileges conferred by them upon the licensee.” Rob.
Pat. secs. 806~808. It has been said that the sole matter conveyed in a li-
cense 18 the right not to be sued. Hawks v. Swett, 4 Hun. 146. A licensee
is one who is not the owner of an interest in the patent, but who has, by con-
tract, acquired a right to make or use or sell machines embodying the
invention. Gaylor v. Wilder, 10 How. 477; Oliver v. Chemical, 109 U. 8.
75. All alicnations of a mere right to use the invention operate only as
licenses, It must follow, therefore, that the purchaser of one of com-
lainant’s machines subject to a restricted use takes the structure with a
icense to use the invention only with staples made by the patentee. That the
complainant sells the machine through jobbers and not dircetly to those
who buy or use is immaterial, under the facts stated on the face of the bill.
The jobber buys and sells subject to the restrietion, and both have notice
of the conditional character of the sale, and of the restriction on the usc.
Supply Co. v. Bullard, Fed. Cas. 294; Cotton v. Simmons, 106 U. 8. §9. That
the buyer enters into an implied agreement that he will not use the machine
contrary to the terms of his license, and that there is in the agreement a
provision for the reverter of the title to the struclures, may operate to
give the patentce a remedy under gencral principles of law as for damages
for breach of contract or for recovery of the machine. It may be that a
suit for breach of contract would not be a suit depending on the patent laws,
and would therefore be cognizable by the state courts, as intimated in Hart-
ell ». Tilghman, 99 U. 8. 547, and White ». Rankin, 144 U. S. 628. The
remedy of complainant may be a double one; for liahility may rest either
upon the broken contract, or for the tortious use of the invention. Rab.
Pat. secs. 1225-1250 & n. If a patentee may lawfully make and sell ma-
chines embodying his invention, and restrict the use of the invention in
respeet of territory or time or business, or purposes to which it may he put, or
material to be used in conjunction therewith, 1t would scem very obvious
that the effeet of the restrictions and limitations on the use would operate to
prevent the machine from passing, as in the case of an unconditional sale,
beyond the monopoly of the patent. The control reserved by the patentee
as to the use of the machine has the effect of continuing it within the pro-
hibition of the monopoly. The license defines the houndaries of a lawful
use, and estops the licensor from the asserticn of his monopoly contrary to its
terms. On the other hand, a use prohibited by the license is a use in defiance
of the monopoly reserved by the patentee, and necessarily an unlawful inva-
sion of the rights secured to him hy his patent.  The license would be no
defense for a suit for infringement by a use in excess of its terms. The
patentee has the exclusive right of use, except in o far as he has parted with
it by his license, The essenee of the monopoly conferred by the grant of
letters patent is the exclusive right to use the invention or discovery de-
scribed in the patent. This exelusive right of use is a true and absolute
monopoly, and 1t is granted in derogation of the common right, and this right
to monopolize the use of the invention or discovery is the substantial property
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right conferred by law, and which the public 1s under obligation to respect
aud protect. “ The rights to make and use or scll, are completely severable
rights, and involve the right to confer on others such qualified privilege,
whether of making, of selling to others or of using, as he sees fit, whether
within specified limits, or under limitations of quantity or numbers, or
rostricted use.” Dorsey v. Bradley, Fed. Cas. 4,015, In Adams v. Burke,
17 Wall. 453, the court said, ‘‘ The right to manufacture, the right to sell,
and the right to use, are each substantive rights, and may be granted sepa-
rately, or conferred together by the patentee.” ~ Heaton v. Eureka, 77
‘ed. 288; 25 C. C. A. 267.

SPECIFICATION.

Statutory Requirements § 900 Immaterial Error § 912

General Statement § 901 Old Parts § 913

Amendment. § 902 (sce § 52) Process § 914 (sce § 813)

Construction § 903 Rules for Determining § 915

Defective § 904 Scientific IXnowledge § 916

Suthiciency Unambiguousness § 917
Accuracy § 905 Two Inventions, One Patent § 918
Alternative Constructions § 906 Miscellaneous Rules § 919
Ambiguity § 907 Sce — Amendment § &2; Atltorneys
Distinguishing New from Old § 808 § 178; Claims §§ 212, 223; Defenses
Fquivalents § 909 (sece § 373) §§ 309, 317; Drawings § 362; Qath
Excessive § 910 § 779

FFunction § 911 (see § 420)

§ goo. Statutory Requirements.

Before any inventor or discoverer shall receive a patent for his invention
or discovery, he shall make application therefor, in writing, to the Com-
missioner of Patents, and shall file in the Patent Office a written description
of the sume, and of the manner and process of making, constructing, com-
pounding and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art or science to which it appertains, or with
which it 13 most nearly connected, to make, construet, compound, and use
the same; and in case of a machine he shall explain the prineiple thereof,
and the best mode in which he has contemplated applying that principle,
so ax to distinguish it from other inventions; and he shall particularly point
out and distinetly elaim the part, improvement, or combination which he
claims as his invention or discovery. The speeification and claim shall be
steniedd by the inventor and attested by two witnesses. R, S. 4S8SS.

[very patent shall contain a short title or deseription of the invention or
discovery, correctly indicating its nature and design, and a grant to the
natentee, his heirs or assigns for the term of seventeen years, of the exclusive
rizht to make, use and vend the invention or discovery throughout the United
Ntates and the Territories thereof, referring to the speecification for the
particulars thereof. A copy of the specification and drawings shall be an-
nexed to the patent and be a part thereof. — R. S, 4884,

Seetions 490 and 491 provide for the printing, publication and depositing
of patent specifications in state capitols, district court clerk’s offices and the
Labrary of Congress.

§ gor. General Statement.

The term “ specification ” is used in a two-fold and confusing manner.
As used in the statutes it means both the descriptive portion and the claims.
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As commonly used by the Patent Office and by patent attorneys it
means the descriptive portion alone. The courts use the term in both ways,
but the tendency in the more recent decistons is to mark the distinction as
the Patent Office iias done. Instances will be found, moreover, where the
courts have made the term cover deserigtion, claim, and drawings as well.

The relation of the descriptive portion — the specification in the more
restricted sense — to the claims, niay not be established in a brief statement,
While it is a general rule that the claims may not be broadened by reference
to the specification, it is none the less true that, in applying the doctrine
of equivalents in the case of a patent for a generic invention, this ruie is
often winked at. On the other hand, the large service of the specification
is to locate the invention with reference to the prior art, to enable the courts
to delimit the claims.

In the examination of a patent it is always to be borne in mind that it is
the common practice of patent solicitors to draw the specification in broad
terms and to submit to the Patent Office claims of undue scope. The elaims
are amended, pruned and restricted, and often coveronly a fragment of the
subject-matter of the specification. The bad practice prevails in the Patent
Office of allowing the specification to stand with its broad disclosure: so
that it generally remains for the lawyer or the court to discover, by reference
to the claims and to the file wrapper contents, the true scope of the specifi-
cation.

This title, generally speaking, needs to be considered in connection with
Claims (§§ 187-249) and Equivalents (§§ 374-380). '

§ go2. Amendment.

The fact that there were changes made in the specification does not imply
a different invention disciosed. (This applied to changes in specification

on reissue under the old law and does not apply under the act of 1870).
— O’Reilly v. Morse, 15 How. 62; 14 L. Ed. 601.

A change in the specification as filed in the first instance, on the subse-
quent filing for a new one, whereby a patent is still sought for the substance
of the invention as originally claimed, or a part of it, cannot in any wise
affect the sufficiency of the original application or the legal consequence
flowing from it. — Godfrey v. Eames, 68 U. 8. 317; 17 L. Ed. 684.

§ go3. Construction.

Specifications are to be construed hiberally, in accordance with the design
of the constitution and patent laws, to promote the progress of the useful arts,
and allow inventors tc retain to their own use, not anything which is matter

of common right, but what they have themselves created. — Winans 2.
Denmead, 15 How. 330; 14 L. Ed. 717.

Grant ». Raymond, 6 Pet. 218; Ames v. Howard, 1 Sumn. 482; Blanchard ».
Sprague, 3 Sumn. 535; Davoll . Brown. 1 Wood. & M. 53; Parker ». Haworth,
4 McLean, 372; LeRoy 2. Tatham, 14 How. 181; Neilson v. Hertford, 1 Web.
P. C. 341; Russell v. Cowley, 1 Web. P. C. 470; Burden v. Winslow, 15 How. G83.

Doubtless a claim is to be construed in connection with the explanation
contained in the specification, and it may be so drawn as in effect to make
the specification an essential part of it; but since the inventor must particu-
larly specify and point out the part, improvement or combination which
he c¢laims as his own invention or discovery, the specification and drawings
are usually looked at for the purpose of better understanding the meaning
of the claim, and certainly not for the purpose of changing it and making it
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different from what it is.— Howe v. National, 134 U. S. 388; 33 L. Ed.
g63: 10 S. Ct. 570.
White ». Dunbar, 119 U. 8. 47.

Change through disclaimer cannot change interpretation of invention, —
Grant v. Walter, 148 U. S, 547; 37 L. Ed. §52; 13 8. Ct. 699.

The patent is not addressed to lawyers, or even to the public generally,
but to the manufacturers of steel; and any description which is sufficient
to apprise them in the language of the art of the definite feature of the
invention, and to serve as a warning to others of what the patent claims as a
monopoly, is sufficiently definite to sustain the patent. He may assume that
what was already known in the art of manufacturing steel was known to
them. — Carnegie v. Cambria, 185 U, 8. 403; 46 L. Ed. 968; 22 S. Ct. 698.

Loom Co. v. Higgins, 105 U, 8. 380.

In the reissue this function of the removable cap is omitted from the de-
seription. The drawings remain the same, but the retention there of the
parts omitted from the description does not help the effect of the
omission. — Adee o. Mott, 55 Fed. 876; 5 C. C. A. 288.

James v. Campbell, 104 U. S. 356.

While it is admitted, both as to the drawings and as to the written specifi-
cations, that such variations in an apparatus, in form, shape and propor-
tions, as common sense or mechanieal skill would suggest to one skilled in the
art are inferred, still it carries the doctrine to its very verge; and, if the
drawings and specifications fall to indicate the device to those conve.ount
with the art and having the mechanical skill peculiar thereto they are in-

sufficient and the patent does not include the device. — Michigan ». Con-
solidated, 67 Fed. 121; 14 C. C. A. 232.

It may not be denied that the specification and the first claim of the patent
are couched in unskilful language; but in the case of a novel and useful
invention, the terms employed should, if possible, receive a construction
which will uphold and not defeat the patentee’s right to that which he has in
fact invented. — Red Jacket v. Davis, 82 Fed. 432; 27 C. C. A. 204.

The language of the Booth patent which we are called upon to eonsider
is of easy comprehension. The following observations of the Supreme Court
are here pertinent.

“The words used are not technical, either as having a special sense by
commercial usage, nor as having a scientific meaning different from their
popular meaning. They are the words of common speech, and, as such, their
interpretation is within the judicial knowledge, and therefore matter of
law.”  Marvel v. Merritt, 116 U. S, 11, 12, 6 Sup. Ct. 207.

In Norton v. Jensen, 49 Fed. 859, the circuit court of appeals for the Ninth
circuit well said;:

“If the reasons given by the expert witness are deemed reasonable and

satisfactory, the court may adopt them;but, if they are unsatisfactory, the
court will discard the testimony, and act upon its own knowledge and judg-
ment. It is always the duty of the courts to construe the patent by reference
to the language of the claims and an examination of the specification and
drawings accompanying the same.”
. In National v. Belcher, 71 Fed. 876, this court speaking by Judge Butler,
In refusing to give controlling effect to the testimony of a competent me-
chanic, who stated that, by following the directions of an earlier patent, he
had made a device identical with the one in controversy, said:
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‘“If a valuable patent might be overthrown in this manner by the testi-
mony of an expert, without careful inquiry into, and virtual demonstra-
tion of, its correectness, the rights of patentees would rest upon the testi-
mony of such witnesses, rather than the judgment of the court.”—

Hanifen v. Godshalk, 84 Fed. 649; 28 C. C. A. 507.

It is well settled that a description in a specification of details which the
claim does not make elements of the combination, and which are not essen-
tial to it, is to be held as only pointing out the better method of using tlhe
combination. — Boston v. Allen, 91 Fed. 248; 33 C. C. A. 485.

In the construction of a patent, the omission of the patentee to point out
or refer in his specifications or claims, to the special feature which he sub-
sequently maintains is the most important part of his invention, is very
significant, and should be carefully scrutinized. — MacColl v. Knowles, 95
Fed. 982; 37 C. C. A. 346.

Union ». Keith, 139 U. S. 530; McClain ». Ortmayer, 141 U. 8, 4j0.
Deering v. Harvester, 155 U, 8, 286; White ». Dunbar, 119 U. 8. 47; Burns ».
Meyer, 100 U. S. 671.

A careful study of the great mass of words with which the draughtsman
of the patent scems to have sought to magnify the invention, shows how
extremely slight is the improvement upon which complainant relies. —-

Lyons ». Drucker, 106 I‘ed. 416; 45 C. C. A. 368.

The suggestion that the description commencing with the words “in
carrying out my process practically I proceed as follows,” is only one specific
exampie of the invention is not to be accepted. There is nothing in the patent
to support the suggestion. Undoubtedly the specification, as a whole, evinces
that the invention is limited to the para product. We cannot sece that
Matheson ». Campbell, 78 Fed. 910, decides anything favorable to the con
tention of this appellant. The facts there differed radically from the facts
in this case. The patent (in suit) unlike the patent involved in Matheson .
Campbell is distinetly limited to one individual produet, fully deseribed and
unmistakably identified. — Maurer v. Dickerson, 113 Fed. 870; 51 C. C. A.

4.

Where an alleged clement or characteristic feature of an invention is not
necessarily inherent in the invention itseif, the failure of the patentee to
refer to such alleged feature is persuasive evidence that it is not within the
scope of his invention, and, not being disclosed to the publie, it should not be
read into the patent. — Idison v. Crouse, 152 Ied. 437; 81 C. C. A. 579.

As he deseribes only one organization of means for that purpose, he is
restricted to that, or substantially that. The liberality of canstruction
which we think may be given to his claim for the purpose of interpreting it
cannot be extended to include all means which might be devised to accom-
plish even a like result, without such a perversion of the rule applied as would
disturb other well-settled doetrines of the patent law. — American v. Cleve-

land, 158 Fed. 97S; 86 C. C. A. 182,

§ gog4. Defective.

The prineiple is this: the omission to mention in the specification something
which contributes only to the degree of benefit, providing the apparatus
would work beneficially and be worth adopting without it, is not fatal,
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while the omission of what is known to be necessary to the enjoyment of
the invention is fatal. — Sewall v. Jones, 91 U. 8. 171; 23 L. Ed. 275.

Curtis, «ec. 248.

If this were a blunder of an ignorant solicitor, they had ample opportunity
to correct it by reissue; but, having allowed it to stand in their patent, they
must be held to their declaration that reducing agents will produce this re-
sult. It has been suggested that since the evidence shows that alpha-
naphthaline would not be formed out of the product of the patent by re-
ducine agents, and that persons skilled in the art would know that fact,
the entire test may be rejected as nonsensical surplusage. But there must be
some limit to a court’s functions in rewriting patents. Assuming that all
the imperfections in this patent were due to an ignorant seiicitor, remote
from his clients, — and it may be noted that there is no evidence of this, —
it does not follow that all should be disregarded. We hald, as to the error and
omission of paragraph 4, that the omissicn was really cupplied elsewhere
in the patent; that the error was harmless, since the skilled workman
would himself substitute “ nitrite ”’ for * nitrate; ”’ and that, although the
error must stand in the patent where the patentee’s careless solicitor had
placed it, we would not infer from its presence that it was due t~ x ‘raudulent,
design to mislead, formed and carried out by the patentees. 131t here there
has been an identifying test put into the patent by the solicitor; the patentce
accepts such patent, and applies for no reissue, alleging no mistake; and
the court is asked to sirike out the test altogether, as ridiculous surplusage.
In the absence of any authority for such aetion, we are 1nwilling to establish
the precedeni. But what their solicitors do, patentees should abide. If
they are dissatisfied with the letters patent their solicitors obtain, they may,
in proper cases, apply for a reissue; but when they accept their original
patents without objection, they must be assumed to have assented to such
changes as were made by their solicitors in specification or claim while their
application was on its way through the patent office. — Matheson ». Campbell,
7S Fed. 910; 24 C. C. A, 284.

The applicants for this patent were in Europe and their solicitor here
evidently knew little, if anything, sbout the chemistey of azo produects;
and there is nothing in the record to sugegest that the changes which the so-
licitor made were due to anything exeept his own Ignorance, or that he had
any intent to mislead or to conceal. It is not doubted that an applicant
is bound by the acts of his solicitor, but this contention seems to go beyond
this wholesome rule when it secks to veid a patent, upon the theory of a
fraudulent concealment or fraudulent misrepresentation because, through
the =olicitor’s ignorance, the specifications, when deseribing the process of
manufacture, contain some immaterial error or omission, which could not

mi<lead a person skilled in the art. — Matheson ». Campbell, 78 Fed. 910;
24 (L AL 284,

An immaterial error in the specification of a patent which would not mis-

lead one skilled in the art will not invalidate the patent. — Matheson .
Campbell, 78 Fed. 910; 24 C. . A. 284,

There is alack of anything in the record showing what is the pith of the
alleged invention or what was the real advance in the art, if any, which it
aceomplished.  The specifieation of the patent was equally Iucking, In
holding the patent bad, the court said: whether these changes cover anything
of & substantial character, or whether they relate to mere detail of form,
or to mere convenienee, or to mere matter of faney, the proofs in this record
do not show. — Nutter . Brown, 98 Fed, 892: 39 C. C. A, 352,
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Mfg. Co. ». Holtzer, 67 Fed. 907; Masten v. Hunt, 55 IFed. 78; Fastener (o,
v. Iidgarton, 96 Fed. 489.

No proportions are given, and, indeed, not a word is said in the patent
from which any onec desiring 10 use the process deseribed thergin can deter-
mine the ‘‘ definite quantity ” or the ‘“ exact quantity ”’ referred to in the
claims. In the absence of specific information upon the subject, the desired

quantity can, in the nature of things, be determined only by experiment. —
De Lamar v. De Lamar, 117 Fed. 240: 54 C. C. A. 272.

Mitchel! ». Tilghman, 19 Wall. 287; Béné ». Jeantet, 129 U. 8. 683: Howard
v. Stove Works, 150 U. 8. 164; Schneider v, Lovell,. 10 Fed. 666; Welling 1.
g‘r::lnel,7194 Fed. 571; Louckwood v. Faber, 27 Fed. 63; Chemical ». Raymond, 71
‘ed. :

Note: On this proposition, as applied, both Gilbert and Morrow, JJ.
dissented from the opinion of Ross, J. There is not the slightest doubt bug
that the dissent was well founded.

If this information (the volume of air required and what is meant by a
practically closed grate) can be obtained only by experiment, as the experts
all agree, the defect is fatal to the claim. — Germer 2. Art, 150 Fed. 141; 80
C.C. A9

Incandescent Lamp Pat. 159 U. 8. 465; Goodyear ». Rubber, 116 Fed. 363,

If his had been the first of such burners, perhaps this would have been
sufficient. But in the then state of the art he was bound to differentiate his
structure from those which preceded him; and especially is this so when the
whole merit of his invention depends upon some peculiarity in the clements
he employs. We think it may be affirmed as a rule resting upon the funda-
mental principles of patent law. that, when the essence of the invention is
the location, form, size, or any other characteristic of the means emploved,
the patentee must distinetly specify the peculiarities in which his invention
is to be found. — American ». Steward, 155 Fed. 731; S4 C. C. A, 157.

Store Co. v, Store Co. 150 Fed. 141; Bullock 2. Gen. Elect. 149 IFed. 400,

Note: A questionable decision — refusing to follow C. C. A. 2nd Cire.
128 Fed. 599.

§ gog. Sufficiency — Accuracy.

There are sore further and laudable objects in having exactness, to this
extent, so as, when the specification is presented, to enable the commissioner
of patents to judge correctly whether the matter claimed is new or too
broad; to enable courts, when it i1s contested afterwards before them, to
form a like judgement; that the public may be able to understand what
the patent is and refrain from its use. — Hogg v. Emerson, 6 How. 437; 12

L. I&d. 505.

3 Wheat. 454; 3 Brod. & Bingh, 5; 1 Starkie N. P. 199; 1 Starkie N. I'. 192;
Web. on Pat, 86; 11 East, 105: 3 Merivale, 161; Evans v. Eaton, 3 Wash, 453;
4 Wash. 9; Bovill ». Moore, Davis Cas. 361; Lowell ». Lewis, 1 Mas, 182,

When a man supposes he has made an invention or discovery useful in the
arts and, therefore, the proper subject of a patent, it is, nine times out of
ten, an improvement on some existing article, process or machine, and is
useful only in connection with it. It is necesssary, therefore, for him, in his
application to the Patent Office to describe that upon which he engrafts
his invention, as well as the invention itself; and, in cases where the invention
is a new combination of old devices, he is bound to deseribe with narticu-
larity all these old devices, and then the new mode of combining them, for
which he desires a patent. It thus occurs that, in every application for 2
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patent, the descriptive part is nqcessarily largely occupied with what is
not new, in order to an understanding of what is new. — Merrill ». Yeomans,
g4 U. S. 568; 24 L. Iud. 235.

Inventors, before they can receive a patent, are required to file in the
Patent Office a written description of their invention, and of the manner and
process of making and using the same, in such full, clear, concise and exact
torms as to enable a person skilled in the art to make, construct and use the
same. — Bates v, Coe, 98 U. 8. 31; 25 L. Ed. 68.

Accurate description of the invention is required by law for several im-
portaut purposes. (1) That the government may know what is granted and
what will become public property when the monopoly expires. (2) That
licensed persons desiring to practise the invention may know, during the
term, how to make, construct and usc the invention. (3) That other inventors
mav know what part of the field of invention is unoccupied. — Bates v. Coe,
0s U. €. 31; 25 L. Ed. 68.

Gill ». Wells, 22 Wall, 27.

When the question is whether a thing can be done or not, it is always easy
to find persons ready to show how not to do it. But it stands composed
that the thing has been done; that is to say, the contrivance which Webster
claims in his patent has been applied and very successfully so. If the thing
could not be understood without the exercise of inventive power, it is a little
strange that it should have been so easily adapted to looms on which it has
been used and produced such striking results. — Loom Co. v. Higgins, 105
U.S.580; 26 L. Ed. 1177.

The direction given in the patent is, that the flange or lip is to he sepa-
rated from the valve seat by about one sixty-fourth of an inch for an ordi-
nary spring, with less space for a strong spring and more space for a weak
spring, to regulate the escape of the steam, as required. As matier of law,
this deseription is sufficient within the rule laid down in Wood v». Underhill,
5 How, 1, and it is not shown to be insufficient, as a matter of fact. — Con-
solidated v, Crosby, 113 U. 8. 167; 28 L. Ed. 939; 5 S. Ct. 513.

The provisions of the law regulating the granting of patents, which require
an inventor to advise the world of his invention by a specific description
thereof, and, by a definite claim, to obtain property in just so much of the
invention as he secks to appropriate, are essential that it may be known how
much he has acquired as his own, and how far the public are to be restricted
in the use of the invention. This specific description is open 1o be examined
bv all having occasion to enter that field of use or invention. — Ross-Moyer

v. Randall, 104 Fed. 355; 43 C. C. A. 578.
Fay ». Cordesman, 109 U. S. 420.

That in the description of a basic electrieal process, mere relative state-

ments of the amount of power required are sufficient, sce — Eleetric v. Pitts-
burg, 125 Fed. 926; 20 C. C. A. 636.

Inasmuch as the term * fire-brick,” if used in the patent, would not have
sufficiently identified the peculiar product to enable one skilled in the art
to produce the patented product, but would have obliged him to experiment
with various materials known under said name, we think the patentee was
Justified in the use of the said word (chamotte); that it may even have been
necessary to a full diselnsure of his alleged invention; and that, in view of
the evidence, the cour. correctly found that fire-brick was not necessarily
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the equivalent of chamoite. — Panzl v. Battle Island, 138 Fed.48; 70C.C. A,
474,

§ go6. Sufficiency — Alternative Constructions.

Accordingly when the inventor says, * I recommend the follow‘ing method "
he does not thereby constitute such method a portion of his patent. His
patent may be infringed though the party does not foliow his recommenda-

tion, but accomplishes the same end and by another method. — Sewall ».
Jones, 91 U. S. 171; 23 L. £d. 275.

The fact that the inventor said he preferred one of two methods de-
scribed and claimed does not limit him to that one method. — Telephone

(‘ases, 126 U. 8. 1; 31 L. Ed. 863; 8 8. Ct. 778.

It seems to have been the effort of the draftsman to frame the specifica-
tions and claims so that any desirable limited or broad construction may he
placed upon several of the claims, and thus defeat a defense of anticipation
or of noninfringement (a multiplicity of constructions are shown in the
drawings). If their cnumeration serves any purpose except to point out the
adaptability of the cap to use with such parts, it can only be to so restrict
the claim that the making of the cap, or its use without them, would not
infringe the patent. — Crown v. Standard, 136 Fed. 841; 69 C. C. A. 200.

§ go7. Sufficiency — Ambiguity.

Although the specifieation may deseribe the invention in technieal terms
which would be understood only by one skilled in that particular art, and
although the specification presupposes a familiarity with the class of machines
to which the invention belongs, and does not deseribe the elements or func-
tions of such machine so long as the specification is technically intelligible

it is not open to the attack of ambiguity or insufficicncy. — Loom Co. v.
Higgins, 105 U. S, 580; 27 L. Ed. 1177.

§ go8. Sufficiency — Distinguishing New from Old.

In all cases where his claim is for an improvement on & machine it will
be incumbent on him to show the extent of his improvement, so that a person

understanding the subjeet may comprehend distinetly in what it consists.
— Evans v. Eaton, 3 Wheat. 154; 4 L. Ed. 433.

While it is true that the patentee is not required to point out and deseribe
in express language what he has invented that is new, or the principle of his
invention, and that it 1s sufficient if they can be gathered by implication
frotn what is not set forth, yet the implications ought to be clear, so that
it may not be left in ebseurity and doubt whether the patentee has in reality
invented and produced something new if nothing appears by express dee-
laration or reasonably clear implication, to show that the patentee has made
some new and valuable discovery, has thrown a light into a place which before
was dark, and illumined what was inert, there is nothing in the patent law
to give him any standing, — Wells v. Curtis, 66 Fed. 318; 13 C. C. A. 494,

Rob,. Pat. see. 79.

A fatal defeet in elaim 2 arises out of the words * at or near.” We have
seen that there is nothing in the specification to limit the indefinite nature
of these words. Consequently, there is not enough in the patent to meet
the requirements of the statute, pointing out the method by which a success-
ful last can be made in accordance with the claim, and no useful last without
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a holder was ever made untii the respondent came into the field. — Miller ».
Mawhinney, 105 Fed. 523; 44 C. C. A. 581.

It is the duty of the patentee to disclose his invention, that the public may
be able to practise it when the monopoly expires. This disclosure should
nclude the mode of operation as well as a method of construction. — Good-
year v. Rubber, 116 Fed. 363; 53 C. C. A. 583.

Bates v. Coe, 98 U. S, 31; Wells v. Curtis, 66 Fed. 318; Kelly ». Clow, 89 Fed.
207.

If it was an essential part of his invention to so weaken the enclosing
head that the entire head will yield, it was his duty under the statute to
distinetly so state. — Neptune v. National, 127 Fed. 563; 62 C. C. A. 345.

Incandescent Lamp Pat. 159 U. S. 465; Chemical v. Raymond, 71 Fed. 179,

Suppose the artisan wishes to construct a device and does not wish to
use t?mt of the patent, how shall he know in what manner he shall avoid
the patent? Or suppose a purchaser wishes to buy onc. He must look
oui for the patent. By what test or comparison shall he be guided? These
inquiries enforce the rule that the patentee must describe with sufficient cer-
tainty the particulars of his invention so that the artisan and the public
may know the character and limits of it, and how it is to be distinguished
from others which the one may name, or the other purchase in safety. —
Bullock ». General, 149 Fed. 409; 79 C. C. A. 229,

Guidet v. Brooklyn, 105 U. 8. 550; Preston ¢. Manard, 116 U, 8. 661; Howard
v, Detroit, 150 U. 8. 168; Incandescent Lamp Pat. 159 U. 8, 465.

§ gog. Sufficiency — Equivalents.

An inventor cannot “ speculate on the equivalents of his claimed invention,
and thereby oblige the public to resort to experiments in order to determine
the scope of the claims of his patent.” — Panzl v. Battle Island, 138 Fed.
48; 70 C. C. A. 474.

Matlhieson . Campbell, 69 Fed. 597; Matheson v. Campbell, 78 Fed. 910.

The patentee took pains to point out that * the specific construction of
the mechanism shown is not essential.” This was unnecessary precaution;
the law gave him ample protection in this regard. — International v. Dey,
142 Fed. 736; 74 C. C. A. 68.

Machine v. Murphy, 97U, S. 120.

§ oro. Sufficiency -— Excessive.

An excessive deseription does not injure the patent unless the addition
be fraudulent. — Sewall ». Jones, 91 U. 8. 171; 23 L. Ed. 275.

Curtis, sec. 248.

§ or1. Sufficiency — Function.

If any separate function had been performed by the combination it should
have been pointed out in the specification. — Union v. Keith 139 U. &.
a30); 35 L. Ed. 261; 11 S. Ct. 621.

It is not material that Gorham did not describe in full all the beneficial
functions to be performed by the parts of his machine, if those functions
are cvident in the practical operation thereof, and are seen to contribute
to the success of his device. 1t is difficult to believe that a man of Gorham’s
Inventive genius did not perceive the useful funections which the parts of
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his machine so well performed, even though he did not specifically mention
them all, — McCormick ». Aultman, 69 Fed. 371; 16 C. C. A. 259.

Eames ». Andrews, 122 U. S. 40.

It is not material that the inventor did not deseribe in full all the beneficial
functions to be performed by the parts of his machine, if those functions
are evident in the practical operation thereof, and are secen to contribute
to the success of his device. — McCormick ». Aultman, 69 Fed. 371: 16

C. C. A. 259.
Eames v, Andrews, 122 U. S. 40.

An inventor is not required to deseribe in full all the beneficial funetions
to be performed by his machine. If the thing aceomplished is a necessary
consequence of the improvement made and described, making it obvious
that the inventor intended the thing accomplished, though not specifically
pointed out, he is entitled to the benefit thercof in construing his patent.
— Stilwell-Bierce ». Eufaula, 117 Fed. 410; 54 C. C. A. 584.

Goshen . Bissell, 72 Fed. 67; Dowagiac v. Superior, 115 Fed. 886.

It is objected that there is no reference in the specification to the fact
that the object of the invention was to produce a fabric capable of being
flececed. But it is well settled that the patentee is not obliged to state all
the objects of his invention, and that he is protected in all the beneficial
uses thercof within its scope; and here no statement as to fleecing was
necessary. — Scott v, Fisher, 145 Fed. 915; 76 C. C. A. 447.

§ 912, Sufficiency — Immaterial Error.

If the current moves and escapes just as the inventor provided it should,
and by the means he had provided, and produces the useful result he intended,
can it make any difference in the validity of the patent that he was mis-
taken in his explanation of the physical causes of the downward direction

of the currents? — Ilmerson v. Nimocks, 99 Fed. 737; 40 C. C. A. 87.

§ 9x3. Sufficiency — Old Parts.

He need not describe particularly and disclaim all the old parts. — Hopg
v. Emerson, 6 How. 437; 12 L. Ed. 505.

There is nothing in the patent law which compels the applicant to point

out what elements are or are not new in the combination claimed. —
Brown ». Guild, 90 U. S. 181; 23 L. Ed. 161.

S 9014. Sufficiency — Process.

The specification must be in such full, elear and exact terms as to enable
one skilled in the art to which it appertains to compound and use the inven-
tion; that is to say, to compound and use it without making any experiments

of his own. — Wood v. Underhill, 5 How. 1; 12 L. Id. 23.

Now, a machine which consists of a combination of devices is the subjeet
of invention, and its effects may be ecalculated a priori; while a discovery
of a new substance by means of chemical combinations of known materials
1s empirical, and discovered by experiment. Where patent is claimed for
such discovery, it should state the component parts of the new manufacture
claimed with clearness and preeision, and not leave the person attempting to
use theE %iscmfery to find out by experiment. — Tyler ». Boston, 74 U. 8. 327;
19 L. Ed. 93.
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A process, though new and psefu], in order that the patent thereon may be
valid must describe the steps n such fgll and exact terms, avoiding unneces-
sary prolixity, as to enable a person skilled in the art to employ the same. —
Mowry v. Whitney, 81 U. S. 20; 620 L. I&d. 8§G0.

Every patent for a product or composition of matter must identify it so
that it can be recognized aside from the description of the process for making
it, or clse nothing can be held to infringe the patent which is not made by
that process. — Cochrane v. Badische, 111 U. S. 293; 28 L. Ed. 433; 4 S. Ct.

490.

1t is immaterial that the philosophy of this process is better understood
to-day than it was when the patent was issued, so long as the requirements
of the patent would not be complied with by one skilled in the art unless
he did in fact so use the process. — Edison ». U. 8. 52 Fed. 300; 3 C. C. A,

33.

Patents (such as this) should be so plain under the statute as that an
ordinary manufacturer of aniline colors, having such ordinary knowledge
as would exist in this country at the date of the patent, should be enabled
by the instructions of that patent to carry out successfully its processes. —

Matheson v. Campbell, 78 Fed. 910; 24 C. C. A. 284.

The statement of a process upon the part of a patentee, to be sustainable,
must not only clearly distinguish the old from the new, so that the novelty
claimed is obvious, but must point out the new steps so definitely, that one
wishing to use the process for the production of the desired product, will
have a clear chart before his eyes. — Cerealine v. Bates, 101 Fed. 272; 41

C. C. A. 341.

The patentee having fully described one method of conducting the process,
it is at least questionable whether that is sufficient to secure them against
the invasion of the broad process set forth in the desecription by a resort
to any other methods of practising it. — Electric v. Carborundum, 102 Fed.
61S;: 42 C. C. A. 537.

Tilghman v. Proctor, 102 U. S. 707.

It is well settled that when a patent contains a sufficient disclosure of the
claimed invention, it will not be invalidated either by the failure of the pa-
tentee to state the causes which produce the operation, or by a mistaken
statement as to the reasons therefor. The sufficiency of the disclosure and

the novelty and utility of the result are the sufficient considerations for the
srrant., — Hemolin v. Hardway, 138 Fed. 54; 70 C. C. A. 480.

Inasmuch as the discovery of a new substance by means o: chemical com-
bination is empirical, and results from experiment, the law requires that the

deseription in a patent should be specially clear and distinct, — Panazl .
Battle Island, 138 Fed. 48; 70C. C. A. 474.

Tyler v. Boston, 7 Wall. 327; Moody ». Fiske, 2 Mason, 112; Matheson v.
Campbell, 69 Fed. 597,

§ or5. Sufficiency — Rules for Determining.

We do not say that the party is bound to describe the old machine; but
we are of opinion that be ought to describe what his own improvement is,

and to limit his patent to such improvement. — Evans v. Eaton, 7 Wheat.
ooh: 5 L. Ed. 472.
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The specification has two objects: one is to make known the manner of
construction so as to enable the artisans to make and use it, and thus to give
the public the full benefit cf the discovery after the expiration of the patent.
The other is to put the public in possession of what the party claims as his
invention, so as to ascertain if he claims anything that is in common use,
or is already known, and to guard against prejudice or injury from the use
of an invention, which the party may otherwise innocently suppose not to
be patented. It is therefore, for the purpose of warning an innocent pur-
chaser, or other persons using a machine, of his infringement of the patent;
and at the same time taking from the inventor the means of practising upon
credulity, or the fears of other persons by pretending that his invention is

for-more than what it really is, or different from its ostensible objects. —
Evans v. Eaton, 7 Wheat. 356; 5 L. Ed. 472.

The specification is an integral part of the letters patent under our system.
— Hogg v. Emerson, 6 How. 437; 12 L. Ed. 505.

Whoever discovers that a certain useful result will be produced, in any
art, machine, manufacture or composition of matter, by the use of certain
means, s entitled to a patent for it ; provided he specifies the means he uses in
a manner so full and exact that anyone skilled in the science to which it
appertains, can, by using the means he specifies, without any addition to
or subtraction from them, produce precisely the results he describes. And if
this cannot be done by the means he describes, the patent is void. — O’Reilly
v, Morse, 15 How. 62; 14 L. Ed. 601.

It is evident that the definiteness of a specification must vary with the
nature of its subject. Addressed as it is to those skilled in the art, it may
leave something to their skill in applying the invention, but it should not
mislead them. — Mowry ». Whitney, 81 U. 8. 620; 20 L. Ed. 860.

It is required by R. 8. 4888 that the application shall contain * a written
deseription of the device and of the mamner and process of making, con-
structing, compounding and using it in such full, clear, concise and exact.
terins as to enable any person skilled in the art or science to which it apper-
tains or with which it is most nearly connected, to make, construct, com-
pound and use the same.” The object of this is to apprise the public of
what the patentee claims as hisown, the courts of what they are called upon to
construe, and competing manufacturers and dealers of what they are bound
to avoid. If the deseription be so vague and uncertain that no one can tell,
except by independent experiments, how to construet the patented device,
thespaéent- is void. — Ineandescent Lamp Pat. 159 U. S. 465; 40 L. Ed. 221;
16 S. Ct. 75.

Grant v. Raymond, 31 U. S, 218; Wood ». Underhill, 46 U. 8. 1; Tyler v.

Boston, 74 U. S. 327; 1Béné ». Jeantet, 129 U. S. 683; Howard ». Detroit, 150
U. S. 164; Schneider v. Lovell, 10 Fed. 666; Welling v. Crane, 14 Fed. 571.

It is true that by a practice which seems to have somewhat gained favor
in the courts, and which appears to be preferred by some patent solicitors,
a description is held sufficient, if from it, aided by the drawings, the model,
and the other parts of the application, the invention can be fully ascertained.
Rob. Pat. sec. 489, n. 1. In other words, the position seems to be that what
can be made certain by any reasonable amount of skill is of itself certain, —
B. & S. Fastener v. B. G. Fastener, 58 Fed. 818; 7 C. C. A. 498.

He had not, perhaps, discovered all the materials or all the matter, or all
the compositions which contained this force, and which were capable of
performing the necessary functions, but as to such as he had discovered and
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put in operative form, and such as he could deseribe with reasonable clear-
ness, he was entitled to protection. Some of these compositions stood the
test better, made better linings and did the work more successfully than
others; and as to such as he used, such as he described, and such as those
gkilled in the art couid understand, he is entitled to protection. — American
v. Howland, 80 I'ed. 395; 25 C. C. A. 500.

§ 016. Sufficiency — Scientific Knowledge.

An inventor may be ignorant of the scientific prineiple, or he may think
he knows it and yet be uncertain, or he may be confident as to what it is
and others may think differently. All this is immaterial, if by the specifica-
tion the thing to be done is so set forth that it can be reproduced. -— ames ».
Andrews, 122 U. S. 40; 30 L. Ed. 1064; 7 S. Ct. 1073.

The improvement consisted in a successful attempt to simplify the ma-
chinery and lessen the large amount of breakage. It is perfectly true that
the description in the specification is confined to the purely mechanical
feature of construction, and other operative mechanisms, and that the
patentee nowhere told why his improvement diminished breakage. He
did not know, or he did not tell, why the new method would produce better
results. He simply told how to construct a machine which accomplished
the end; but he ought not to lose the statutory benefits which would cer-
tainly belong to him, if he had seen and described the vhilosophy of his
machine accurately. — Dixon-Woods v. Pfeifer, 55 Ied. 390;5 C.{. A. 148,

If the fact be that his construction does effect the results, and they are
beneficial, he is none the less entitled to the benefit of his invention though

he may not have correctly understood the principles of its operation. —
Cleveland ». Detroit, 131 Fed. 8533; 68 C. C. A. 233.

Andrews ». Cross, 19 Blatchf. 294; Eames v. Andrews, 122 U, S, 40.

The language of the patent fails to state any theory of the patentee as
to the presence of air below the sereen-plates. But where a patent discloses
means by which a novel and successful result is secured, it is immaterial
whether the patentee understands or correctly states the theory or philo-
sophical principles of the mechanism which produces the new result, — Van

Epps v. United, 143 Fed. 869; 75 C. C. A. 77.

Walker on Pat. see. 175; Dixon-Woods v. Pfeifer, 55 Fed. 390; National .
Thomson, 106 Fed. 531.

§ o17. Sufficiency — Unambiguousness.

In patents for machines the sufficicney of the deseription must, in general,
be a question of fact to be determined by the jury, and this must also be the
cgse in compositions of matter. — Wood ». Underhill, 5 How. 1; 12 L. Ed.
23.

Modern inventions very often consist merely of a new combination of old
elements or devices, where nothing is or ean be claimed except the new com-
bination. Such a combination is sufficiently deseribed to constitute a compli-
‘ance with the letter and spirit of the Aect of Congress if the devices of which it
15 composed are specifically named, their mode of operation given, and the
new and useful result to be accomplished is pointed out, so that those skilled
in the art and the public may know the extent and nature of the elaim and
what the parts are which cooperate to do the work claimed for the inven-
tion. — Parks ». Booth, 102 U. S, 96; 26 L. Ed. 54.
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Sufficiently clear and descriptive when expressed in terms intelligible
to persons skilled in the art. — Seabury v. Am. Ende, 152 U. S, 561; 38
L. Ed. 553; 14 8. Ct. (83.

A specification is sufficiently clear and descriptive when expressed in
terms intelligible to a person skilled in the art to which it relates. — Dowagiac
v. Superior, 115 Fed. 886; 53 C. C. A. 36.

Loom Co. v. Higgins, 105 U. 8. 580; Telephone Cases, 126 U. S. 1.

It is not necessary that the description should be clear to one not skilled
in the art. — Wolff ». Du Pont, 134 Fed. 862; 67 C.C. A. 488,

Loom Co. v. Higgins, 105 U. 8, 580.

§ 018. Two Inventions, One Patent.

That an inventor may include several separate inventions in a single patent
— sec Evans ». Eaton, 3 Wheat. 454; 4 L. Ed. 433.

A patent embracing more than one invention, if the inventions are kindred,
18 not void. — Hogg v. Emerson, 11 How. 587; 13 L. Ed. 824.

§ 919. Miscellaneous Rules.

The invention claimed is an improvement on an old machine, and it is
properly taken for granted that the practical mechanic is acquainted with
the machine in which the improvement is made. — Ives ». Hamilton, 92
U. S. 426; 23 L. Ed. 494.

The patentee did not show the court the real advantages and extent of
his alleged improvement, and therefore the court was unable to find in-
fringement in anything which did not respond precisely to the form and

letter of the patent. — B. & 5. Fastener v. Edgarton, 96 Fed. 489; 37 C. C. A.
523.

An inventor is not called upon to state in his specifications or claims
for a patent all the functions of his device, or all the uses to which his in-
vention nay be put. When he has plainly described and claimed his machine
or combination, and has sccured a patent for it, he has the right to every use
to which his device can be applied, and to every way.in which it can be
utilized to perform its function, whether or not he was aware of all these uses
or mcthods of use when he claimed and secured his monopoly. — National
v. Interchangeable, 106 Fed. 693; 45 C. C. A. 514.

Roberts ». Ryer, 91 U. 8. 150; Miller ». Mfg. Co. 151 U. S. 186; Goshen 2.

Bissell, 72 Fed. 67; Stearns ». Russell, 85 Fed. 218; Mfg. Co. v. Neal, 90 Fed.
725; Tire Co. v. Lozier, 90 Fed. 732.

The specification fails to express the state of the art or the nature or
purposc of the invention in any comprchensible manner. It deals with
numerous small details of machinery, and points out the purpose in such
general terms as not to be practically useful. The record also fails to explain
in a clear manner what is thus omitted from the specification. (The patent
was held substantially bad). — U. S. Peg-Wood ». Sturtevant, 125 Fed.
378; 60 C. C. A. 244.

The brevity and simplicity of his specification and claim do not detract
from the merit and validity of his patent, and are a refreshing contrast to
thecveébnsity of the patent in suit. — Crown . Standard, 136 Fed. S41;
69 C. C. A. 200.
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Annventor 1s not called upon to describe every use to which his invention
may be put. If he discloses it fully and clearly in one environment, the
change requiring no inventive skill, cannot escape infringement. — Sanitary
v. Sprickerhoff, 139 Fed. 801; 71 C. C. A. 565.

It does not follow that, because the patentee did not state all the advan-
tages of his invention, he was ignorant of them. But if he was, yet if those
advantages were really present, they might properly be taken into account
in estimating the novelty and utility of the invention. In a number of opin-
ions of this court it has been held that it is not necessary for the patentee
to describe in detail all the beneficial functions which he claims will result
from his Invention. It is enough if those functions are evident and
obviously contribute to the success of the invention. — General v. Bullock,

152 Fed. 427; 81 C. C. A. 569.

McCormick ». Aultman, 69 Fed. 371; Goshen v. Bissell, 72 Fed. 67: Dowagiac
v. Superior, 115 Fed. 886; Goodyear v. Rubber, 116 Fed. 363; Stilwell ©. lufaula,

117 l'ed. 410.

STATE STATUTES AND REGULATIONS AFFECTING PATLENT

RIGHTS,
General Statement and Decisions Patent § 746; Sale of Patented
20 Article § 899

See — Jurisdiction § 724: Lellers

§ 020,. General Statement and Decisions.

Since the right to issue patents is specially delegated to the Federal Gov-
ernment by section cight of artiele one of the Constitution, it follows that
no state may grant a patent. But it will be scen from the following decisions
that the Supreme Court is generally disposed to leave to the state legisla-
tures and courts the enactment and enforcement of regulations affecting the
exercise of the patent monopoly in the protection of business and morals,
so long as such action does not interfere with vested rights and the exercise

of legitimate activity.

The right conferred upon the patentee and his assigns to use and vend the
corporea} thing or articie, brought into existence by the application of the
patented discovery, must be exercised in subordination to the police regu-
lations which a state has established. It is not to be supposed that Congress
intended to authorize or regulate the sale within a state of tangible personal
property which the state declares to be unfit and unsafe for use and by
statute has prohibited from being sold or offered for sale within its limits.
— Patterson v. Commonwealth, 97 U. 8. 501; 24 L. Ed. 1115.

Gibbons ». Ogden, 9 Wheat. 1; License (Cases, 5 How. 504: Gilman v. Phila-
delphin, 3 Wall. 713; Henderson ». Mayor, 92 U. S, 259; R. R. ». Husen, 95
U. S, 465; Beer Co. v. Mass, 95 U, 8. 25; U, S, ». Dewitt, 9 Wall. 41; Com. v.
Alger, 7 Cush. 53; Stephens v, Cady, 14 How. 530; Stevens v. Gladding, 17 How.
453; Miller ». Taylor, 4 Burr, 2303; Jordan ». Overseers, 4 Ohio, 295; Vasuini
v. Paine, 1 Har. 64; Livingstone v. Van Ingen, 9 Johns, H07.

That a state may prohibit by statute the use or sale of an injurious or
dangerous product, although the product of a patent is clear. — Patterson ».

Commonwealth, 97 U. S. 501; 24 L. Ed. 1115.

It is only the right to the invention or discovery, the incorporeal right,
which the State cannot interfere with, Congress never intended that the
patent laws should displace the police powers of the states, meaning by that
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term those powers by which the health, good order, peace and general wel-
fare of the community are promoted. Whatever rights are secured to in-
ventors must be enjoyed in subordination to this general authority of the
State over all property within its limits. — Webber v, Virginia, 103 U. S.
344; 26 L. Ed. 565.

Patterson ». Kentucky, 97 U. S, 501.

The right conferred by the patent laws to inventors to sell their inven-
tious and discoveries does not take the tangible property, in which the in-
vention or discovery may be exhibited or carried into effect, from the opera-
tion of the tax and license laws of the State. The combination of different
materials so as 4o produce a new and valuable product or result, or to pro-
duee a well known produet or resull more rapidly and better than before,
which constitutes the invention or discovery, cannot be forbidden by the
state, nor can the sale of the article or machine produced be restricted, ex-
cept as the production and sale of other articles for the manufacture of which
no invention or discovery is patented or claimed, may be forbidden or re-
stricted. — Webber ». Virginia, 103 U. S. 344; 26 L. Iid. 565.

We can find no objection to the legislation of Virginia in requiring
a license for the sale of sewing machines, by reason of the grant of letters
patent for the invention; but there is no objection arising from its discrim-

inating against non-resident merchants and their agents. — Webber ».
Virginia, 103 U. S. 344; 26 L. Ed. 565.

We think the state has the power (certainly until Congress legislates
on the subject) with regard to the provision which shall accompany the
sale or assignment of rights arising under a patent, to make reasonable
regulations concerning the subject calculated to protect its citizens from
fraud. And we think Congress has not so legislated by the provisions regard-
ing an assignment contained in the acts referred to. (R. S. 4898.) If there
1s a special evil, unusually frequent and casily perpetrated when parties are
dealing in the sale of rights existing or claimed to exist under a patent,
we do not sce why a state may not, in the bona fide exercise of its powers,
enact some special statutory provision which may tend to arrest such evil,
and may omit to enact the same provision concerning the disposal of other
property. There is no diserimination which can be properly so-called, against
property in patent rights, exercised in such legislation. It is simply an at-
tempt to protect the citizen against frauds and imnositions, which can be
more readily perpetrated in such cases than in cases of the sale or assign-

ment of ordinary property. — Allen ». Riley, 203 U. S. 347; 51 L. Ed. 216;
27 5. Ct. 95.

Pinney ». Bank, 68 Ikan. 223; Brechbill ». Randall, 102 Ind. 528: New 2.
Walker, 108 Ind. 365; Tod ». Wick, 36 Ohio 370; Haskell 2. Jones, 86 Pa. 173:
Ierdie v, Roessler, 109 N, Y. 27; Wyatt v, Wallace, 67 Ark. 575; State », Cook,
107 Tenn. 499.  States in which similar legislation has been held unconstitutional,
see, Holliday ». Hunt, 70 Tll. 109; Cranson ». Smith, 37 Mich. 309; Wilch ».

Phelps, 14 Neb, 134; State v. Lockwood, 43 Wis. 405; Patterson ». IKentucky,
97 U. S. 501; Webber v. Virginia, 103 U. S. 344.

That a state has power to enact laws regulating the sale of patent rights

and the giving of evidences of indebtedness therefor, see— Woods v. Carl, 203
U. 8. 358; 51 L. Ed. 219; 27 S. Ct. 99.

Allen . Riley, 203 U. 8. 347.
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That the provisions of a state law cannot affect rights acquired under a
patent of the United States, is too plain to require discussion. — U. 5. Con-
solidated v. Griffin, 126 Fed. 364; 61 C. C. A. 334.

Columbia ». Freeman, 71 Fed. 302.

A state cannot subtract from the right conferred upon a patentee and his
assigns by the Federal laws. Columbia v. Freeman, 71 Fed. 302; U. S. ».
Griffin, 126 Fed. 364. For the protection of the physical or moral health of its
citizens a state may restrain the use of ‘‘ the corporeal thing or article brought
into existence by the application of the patented discovery.” Patterson ».
Kentucky, 97 U. S. 501, but such a laying on of hands does not touch the
moréopé)ly:& ofathe Federal grant. — Rubber Tire v. Milwuukee, 154 Fed. 358;
83 C. C. A. 336.

STATUTE OF LIMITATIONS.

g%lﬁml Statement and Decisions l See — Damages § 278; Profits § 825

§ 921. General Statement and Decisions.

Prior to Jan. 1, 1898, there was no statutory limitation as to the time of
recovery of profits or damages. By the act of Mar. 3, 1897, in effect Jan. 1,
1898, the following was added to secc. 4921 :

But in any suit or action brought for the infringement of any patent there
shall be no recovery of profits or damages for any infringement committed
more than six years before the filing of the bill of complaint or the issuing
of the writ in such suit or action, and this provision shall apply to existing
causes of action.

The patent had some twelve years to run after the date of this contract.
The substance of this contract is, that the defendants are to pay in money
a certain proportion of the ascertained value of the fuel saved ai stated
intervals throughout the period of twelve years, if the boat to which the
cut-off is attached should last as long. The result is that the vontract is
void, not being in writing. It is a contract not to be performed within the
year, subject to a defeasance by the happening of a certain event which might
or Iﬂig}ég not occur within that time. — Packet Co. v. Sickles, 72 U. S. 580;
18 L. Ed. 530.

When there is an alleged promise or contract set up, a delay of 15 years
brings the case within the statute. — Leggett v. Standard, 149 U. 8. 287;
37 L. Ed. 737; 13 S. Ct. 902.

McLean ». Fleming, 96 U. S. 245; Speidel v. Henrici, 120 U. 8. 377; Galliher
v. Cadwell, 145 U. S. 368.

State statutes of limitations apply to an action at law for infringement.
This case is the leading case upon this subject, and for the first time this
question has been settled in the affirmative by the Supreme Court. — Camp-
bell ». Haverhill, 155 U. S. 601; 39 L. Ed. 280; 15 8. Ct. 217.

Hayden v. Oriental, 15 Fed. 605; Bricknall . Hartford, 49 Fed. 372; Bauser-
man v. Blunt, 147 U. S. 647; Metcalf ». Watertown, 153 U. 8. 671; Balkam ».
Woodstock, 154 U. 8. 177; Rudd v. Burrows, 91 U. S. 426; Indianapolis 2.
Horst, 93 U. S, 201; Phelps ». Oaks, 117 U. S. 236; Keshkonong ». Burton, 104
U. 8. 668; Wheeler ». Jackson, 137 U. S. 245; Adams ». Woods, 6 U. S. 336;
Bell ». Morrison, 26 U. S. 351; Vance v. Campbell, 66 U. S. 427; Hausskencht
v. Claypool, 66 U. 8. 431; Wright 2. Bales, 67 U. S. 535; McEImoyle v. Coehn,
38 U. 8. 312; Andrea ». Redfield, 98 U. 8. 225; Barney v. Oelrichs, 138 U. S.
029; Barton v. White, 144 Mass. 281; Re Keach, 14 R. I. 571; DBeatty v. Burnes,
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12 U. S, 98; M'Cluny . Silliman, 28 U, 8, 270; Pattcrson ». Kentucky, 97 U, S,
501; Webber v. Virginia, 103 U. S. 344; Ager v. Murray, 105 U. S. 126; Ash-
croft . Walworth, 1 Holmes, 152.

We arc of opinion that the Court of Claims ruled correctly that the statute
of limitations was a bar to any recovery for the use of the patented invention
prior to six years before the action was commenced. -~ U. 8. v. Berdan, 156

U. S. §52; 39 L. Ed. 530; 15 5. Ct. 420.

STATUTES RELATING TO PATENTS — THE PATENT STATUTE.

General Statement § 922 Sec — The Patent Statute Digested
Decisions Relating to the Statutes and Provided With the Patent Office
§ 923 Annotations, page 849

§ 922. General Statement.

An claborate history of the Patent Act will be found in Root ». Railway,
105 U. S. 189. While all the more important sections which have been con-
nected with appellate decisions are quoted at the beginning of the several
titles, the entire Act has been digested and arranged on the same lines as the
decisions, provided with the Patent Office annotations, and added as a
separate chapter.

§ 923. Decisions Relating to the Statutes.

The object of 4917 is to enable the patentee to disclaim what he has not
invented; and 4922 is to legalize and uphold suits brought on patents men-
tioned in 4917. — Hailes v. Albany, 123 U. S, §82; 31 L. Id. 284; 8 S. Ct.
262. i

A patent statute cannot be judicially settled until passed upon by the
Supreme Court. — Andrews v. Hovey, 124 U. 8. 694; 31 L. Ed. 557; 8 8. Ct.
670. ,.

Wilson v. City, 84 U. 8. 473; Ix Parte Wilson, 114 U, 5. 417.

Sce. 4887 fully diseussed historically and construed in Bate ». Sulzberger,
157 U.S. 15 30 L. IEd. 601; 15 8. Ct. 508.
Sce also Bate ». Hammond, 129 U. 8. 151.

To hold that a treaty could not abrogate a prior statute regarding patents
beeause this particular legislative power is committed to Congress could not
be permitted so long as the general rule as to statutes superseding treaties,
and vice versa, declared by the Supreme Court in the way we have pointed
out exists. The rules which we have explained with reference to the relation
of treaties to statutes, and as to treaties becoming immediately effective are
the necessary sequence of the decisions explained in U. 8. v. Lee, 185 U. S,
213. — United v. Duplessis, 155 IFed. 842; 84 C, C. A. 76.

THREATS.
General Statement § 924

§ 024. General Statement.

Notice is one thing, a threat quite another. A threat is never justifiable;
a notice may be justifiable or it may amount to a threat., See Adriance .

National, 121 Fed. 827, under § 516.
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Where notices are given or circulars distributed in good faith to warn
against infringement, no wrong whatever is committed; but where as is here
averred, they are not made or issued with such intent, but in bad faith,
and solely for the purpose of destroying the business of another, a very dif-
ferent case is presented. In such a case property rights are fraudulently
assailed, and a court of chancery, whose interposition is invoked for their

protection, should not refuse to accord it. — Farquhar ». National, 102
Fed. 714; 42 C, C. A. 600.

Emack ». Kane, 34 Fed. 46; Kelly ». Mfg. Co. 44 Fed. 23; Casey ». Union, 45
Fed. 135; Toledo v. Penn. 54 Fed. 730; Computing v. National, 79 Fed. 962;
Lewin v. Light Co. 81 Fed. 904; Railway v. McConnell, 8§82 Fed. 65; Adriance v.
Mational, 98 Fed. 118; In re Debs, 158 U. 8. 564; Herbert v. Rainey, 54 Fed. 248.

TITLLE.
General Statement § 925 tion § H7); Lellers Patent § 746;
Actionable § 926 License § 749; Licensor and Licensee
Miscellaneous Rules § 927 § 766; Mortgage § 778: Pleading and

Sce — Abatement § 21; Assignment Practice §§ 801, 806; Sale of Patented
§ 149; Bankruptey § 182; Corpora- Arlicle § 899
tions § 271; Defenses § 306; Injunc-

§ 925, General Statement.

It has been shown under Assignment and License (§§ 150 and 750) what
constitutes a title interest in a patent and what constitutes a license interest
under a patent. The rule in the Waterman Case there quoted is definitive.
The statute makes no specific provision on the subject. Joint owners are
tenants in common, and an accounting does not lic between them. — Black-
ledge v. Weir, 108 Fed. 71, infra, and cases cited thercunder.

§ 026, Actionable.

The holde~ of the legal title only can main‘air an action against a third

party who commits an infringement upon it. — Gayler ». Wilder, 10 How.
477; 13 L. Ed. 504.

Nemo dat quod non habet applies to titles to patent interests. — Mitchell
v. Hawley, 83 U. S. 544; 21 L. Ed. 322,

Foxley’s ecase, 5 Co. 109; 2 Black, Com. 449; 2 Ienf’s Com. 224;
Williams v. Merle, 11 Wend. 80; Syone ». Marsh, 6 B. & C. 551; Marsh wv.
IKeating, 1 Bing. N. C. 198; Benj. Sales, 4; White v. Spettigue, 13 Mus & W. 603.

Inasmuch as four years have elapsed since the assignment was executed,
and the corporation has shown no disposition to question its validity, and
inasmuch as the assignment under which the complainant derives title is good
and sufficient in form to transfer a legal title to the patent, we think that no
third party — not even a person who has a lien on certain stock of the cor-
poration — should be permitted to challenge the validity of the assignment
in a collateral proceeding. — Kansas City ». Devol, 81 Ied. 726; 26 C. C. A.
o178,

2 Morr. Corp. sec. 619, 626 and 631.

In view of the fact that the infringers have no interest or claim to said
patent, and that they do not assert any legal or equitable title to said patent
1s asserted by any one clse, or is In fact now outstanding in any one clse, it
might be sufficient to hold for the purpose of this case, and as against mere
infringers, the prima facie record title should be sufficient to warrant a

decree. — Goss v. Scott, 108 Fed. 253; 47 C. C. A. 302.
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The assignor was sole patentee. It will be noticed that the assignor is
one of the assignees. But no ecriticism i1z made upon that circumstance.
We think the objection stated is hypercritical, and that the intent and effect
of the assignment was to transfer a one-half interest to the other partner,
nothing appearing to show that the partners stood upon unequal terms, —

Canda v. Michigan, 124 Fed. 486; 61 C. C. A. 194,

Sutt by an assignee for infringement is authorized only when the assign-
ment is complete within the statutory requirement. The rights of the pa-
tentees cannot be adjudicated in their absence, and the claimant of an equi-

table title or interest cannot maintain suit for infringement upon such title
alone. — Milwaukee v. Brunswick-Balke, 126 Fed. 171; 61 C. C. A. 175.

Rob. Pat. see. 771; Curt. Pat. secs. 171-2; Regan v. Pacific, 49 Fed. 68;
Waterman v, Mackenzie, 138 U, 8. 252; Pope v. Gormully, 144 U. 8. 248; Rob.
Pat. sec. 1099; Stimpson v. Rogers, 4 Blatchf. 333.

Whether the transfer of a title to a patent as a pledge for a debt is such
alienation as will prevent the patentee from maintaining an action for
Infringement, sce — Westmoreland ». Hogan, 167 Fed. 327; C. C. A.

§ 927. DMiscellaneous Rules.

The commissioner should decide upon the sufficiency of the title of the
applicant, and having done so, the right of applicant to compel issue is by
appeal and not mandamus. — Holloway v. Whiteley, 71 U. 8. 522; 18 L. Ed.
33D,

Difference between right to vend and right to use. Rule (old) stated in
Mitchell v. Hawley, 83 U. 8. 544; 21 L. Ed. 322.

Bloomer ». McQuewan, 14 How. 549;  Chaffee v. Belting Co. 22 How. 223.

In the nature of things lawful purchase of a patented article carries with it
the lawful right to use without restriction of time or place. — Adams 7.

Burks, 84 U. 8. 453; 21 L. Ed. 700.
Bloomer ». MeQuewan, 14 How. 519; Mitchell ». Hawley, 83 U. 8. 544.

It does not lie in the mouth of an alleged infringer to set up the right of
the assignee as against a title from the bankrupt acquired with the consent
of s%wh assignee. — Sessions v. Romadka, 145 U. S. 29; 36 L. Ed. 609;
12 8. Ct. 799.

When the patentee has not parted, by assignment, with any of his original
right but chooses himself to make and vend a patented article of manufac-
ture, it i1s obvious that a purchaser can use the article in any part of the
United States, and, unless restrained by contract with the patentee, can
sell and dispose of the same. It has passed outside of the monopoly, and is
no longer under the peculiar protection granted to patented rights, — Keeler

v. Standard, 157 U. 8. 659; 39 L. Ed. 848; 15 S. Ct. 738.
Goodyear v. Beverly, 1 Cliff. 348.

The sule of & patent right contains an implied warranty as to title, and
an after acquired title obtained by the vendor inures to the vendee. —
Brush v. California, 52 Fed. 945; 3 C. C. A. 36S.

Faulks ». Kamp, 3 Fed. 989; Curran v». Burdsall, 20 Fed. 835; Gottfried v,
Miller, 104 U. S. 520; Smith v. Shelcy, 12 Wall. 358.

That a legal title acquired with notice of a prior equitable title, is inferior
thereto, see — Carroll v. Goldschmidt, 83 Fed. 508; 27 C. C. A. 566.
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That the acquirement of a title which would protect a defendant against a
charge of infringement committed subsequent thereto, cannot be made to
relate back to acts done prior to such acquisition, see — Keene v. Barratt, 100
Fed. 590; 40 C. C, A. 571.

Now, it is certainly settled that partners may acquire legal title to personal
property under a purchase made in the firm name; and it is not material
whether such firm name is wholly fanciful or whether it contains the names
of one or more of the members of the firm. — Fresno v. Fruit, 101 Fed. §26;

42 C. C. A. 43.
Manghaum v. Sharpe, 17 C. B. (N. 8.) 443.

It was stipulated between the parties that if, on the reference, it appeared
that the complainant had the full legal title, the balance of the royaity should
be then paid. A hearing was had before the referee and he decided, in sub-
stance, as the court below held, that the title was not an absolutely perfect
title, but was a perfectly good marketable title. Held: sufficient. — Deer-
ing ». Kelly, 103 Fed. 261; 43 C. C. A. 225.

The use of an invention by one of co-owners or by his licensees is not the
excrcise of the entire monopoly conferred by the patent. That can be
cffected only by the joint or concurrent action of all owners., The separate
action of any one owner or his licensees can be an exercise or use only of his
individual right, which, though exclusive of all besides, is not exelusive
of the other patentees, their assignees or licensees. On principle, therefore,
there can be no accountability on the part of a part owner of an invention
to other owners for profits made by the exercise of his individual right,
whether it be by engaging in the manufacture and sale, or by granting
to others licenses, or by assigning interests in the patent. — Blackledge v.
Weir, 108 Fed. 71; 47 C. C. A. 212.

Clum v. Brewer, Fed. Cas. 2,909; Mfg. Co. ». Gill, 32 Fed. 697; Bloomer v.
McQuewan, 14 How., 539; Mathers v, Green, 34 Beav. 170; Steers v. Rogers, 62
Law. J. Ch, 671; Vose ». Singer, 4 Allen, 226; Dunhamn v. Railroad, Fed. Cas.
4,151. (See also long list of cases cited in the briefs.)

Joint owners of a patent are at the mercy of each other. Iach may usc
or license others to use the invention without the consent of his fellows
and without responsibility to such fellows for the profits arising from such
use or license. — McDuffee v. Hestonville, 162 Fed. 36; 89 C. C. A, 76.

Clum ». Brewer, 2 Curt. 523; Aspinwall ». Gill, 32 Fed. 697; Walk Pat. § 294.

TRADEMARKS.
General Statement and Cases Relating to Patents § 928

§ 028. General Statement and Cases relating to Patents.

The trademark right is one which arises by occupation under the common
law, and is a right wholly distinct from the right to a patent, which arises
only under the statute and in contravention of the common law right. The
Federal law with reference to the registration of trademarks creates ne
monopoly, but gives the registrant certain advantages in the protection
of his right, all being matters with which the patent law is not concerned.

General rule, held: The generic right to trademark founded on a patent
expires with the patent; but another using it must distinguish his mark
to avoid unfair trade. — Singer ». June, 163 U. S. 169; 41 L. Ed. 118; 16

S. Ct. 1002.
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That the right to a trademark founded upon a patent expires with the
patent, see — Holzapfels v. Rahtjens, 183 U. 8. 51;46 L. Ed. 49; 22 S. Ct.6.

It is true that during the life of the patent the name of the thing may also
be indicative of the manufacturer, because the thing can then be manu-
factured only by the single person; but when the right to manufacture and
sell becomes universal, the right to the use of the name by which the name is
known becomes equally universal. It matters not that the inventor coined
the word by which the thing has become known. It is enough that the
public has accepted that word as the name of the thing, for thereby the word
has becomne incorporated as a noun into the Inglish language, and the com-
mon property to all. Whatever doubts may theretofore have existed on this
proposition have been, for the federal courts, put at rest by the recent
decision of the Supreme Court in the case of Singer v. June, 163 U. S. 169, —
Centaur v. Heinsfurter, 84 Fed. 955; 28 C. C. A. 581.

Canal Co. ». Clark, 13 Wall. 311; Chemical Co. v. Meyer, 139 U. S. 540; Mfg.
Co. ». Nairn, 7 Ch. Div, 834; Mfg. Co. v. Shakespear, 39 Law. J. Ch. 36.

That the right to use a trade name or designation specifically indicating

the article made under the patent, terminates with the licensee see — Stimpson
v. Stimpson, 104 Fed. 893; 44 C. C. A. 241.

The designers of articles of manufacture not otherwise entitled to receive
design patents cannot justify the issuance of such patents on any theory

that the design is a trade-mark. -— Rowe v. Blodgett, 112 Fed. 61; 50C. C. A.
120.

In an action for unfair competition and infringement of trademark the
facts were that defendant, while connected with complainant, had obtained
a patent relating to the product trademarked by the name of the inventor,
but that he had made no assignment of the patent, and that complainant
had sccured no rights thercunder. The court held that, defendant having
established an independent business, complainant could not mark its articles
‘“ patented ” or “ owned by " as referring to such patent, but could use the
mark. — Hygienic v. Way, 137 Fed. 592; 70 C. C. A. 553.

That a mere assignment of a patent does not carry with it a trade-mark
formerly used to advertise the patented article, and that when the patentee’s
name is some part of such mark, in using his name in connection with sub-
sequent patents on similar articles, he must clearly distinguish from the pre-
vious mark, see — Reed v. Frew 162 Fed. 887; 89 C. C. A. 577.

UNTAIR TRADE.
General Statement and Cases § 929 |  See — Pleading § 794

§ 929. General Statement and Cases.

As will be seen from the following cases, this subject is & recent one in
conneetion with patents. Much law is yet to be made upon the subject.
It would seem to the writer that it must be decided ultimately that, as in
the case of a trademark which is the designation of a patented article, the
right to that which relates to appearance must expire with the patent. It
would seem, also, that a bill for infringement and for unfair trade would be
multifarious, notwithstanding the ruling in Adam ». Folger, 120 Fed. 260
(see § 793).
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But the trial judge seems to put his conclusion on another ground — unfair
competition in trade. What is above said applies to this point in the opin-
ion. Defendants scem to be acting in good faith, and allege their ability
to respond in damages, which is not questioned. Bouchat believes he has
made an improvement in coat pads entitling him to a patent. He has
obtained letters patent therefor. This cost something, and a company has
been organized to manufacture coat pads under these letters patent. Is this
unfair competition in trade? If so, no improvement in a patented article
could ever be made by one versed in the art. Bouchat had worked at the
trade of making coat pads, became familiar with the art, experienced in the
business, and knew the demands of the trade. True, this was when ne was a
stockholder, owning one share, and an employee of a corporation using the
Goldman patent, when he probably saw the defects in the coat pads manu-
factured under the patent, and devised what he conceived to be an improve-
ment in coat pads. Is the fact that he was such stockholder and employee
of a corporation using a patent to deprive him of the benefit of supposed
inventive genius? If so no one would probably ever make any improvements
on patented articles. — American v, Phoenix, 113 Fed. 629; 51 C. C. A. 339.

Upon the claim made for the appellant, it would be impossible, without
invading complainant’s right, to construct and scll a book-case having the
most desirable characteristics. Nor is it competent for one person to ap-
propriate to his own purposes any common and general characteristics
of the goods he manufactures to such an extent that another shall be im-
pleaded or embarrassed in his free right to the use of such characteristics.
(The claim was unfair trade in making sectional hook-cases which could be
used in stack with those of the complainant). — Globe-Wernicke v. Macey,
119 I'ed. 696; 36 C. C. A. 304.

The name * Victor ” was adopted to denote the heater manufactured in
accordance with the specifications of the patent. It would be a fraud upon
the public, during the life of the patent, to permit a stranger to palm off a
spurious article for the patented article by means of the identifying and gen-
eric name of the latter. — Adam 2. Folger, 120 Fed. 260; 56 C. C. A. 540.

Singer . June, 163 U. S. 169; Holzapfel's . Rahtjens, 183 U. §. 1; Centaur v.

Heinsfurter, 84 Fed. 955; Gally ». Mfg. Co. 30 I'ed. 118; Stimpson v. Stimpson,
104 Ied. 893.

Of course in this suit for infringement of a patent we cannot inquire into
the apparently unfair devices in the way of get up, ornamentation, etc., by
which 1t is suggested that the defendants are seeking to deceive the publicinto
a belief that their bells are those of the complainant. — New Departure v.
Sargent, 127 Fed. 152; 62 C. C. A. 266.

UNPATENTED INVENTIONS.

Statutory Provision § 930 Non-Assignable § 934

Assignment § 931 Miscellaneous § 935

Construction or Sale Before Patent See — Abandonment § 1; License
§ 932 § 756; Secret Process or Machine
Fmployce § 933 § 898

§ 930. Statutory Provision.

LEverv person who purchases of the inventor or discoverer, or, with his
knowledge and consent, construets any newly invented or discovered machine,
or other patentable article, prior to the application by the inventor or dis-
coverer for a patent, or who sells or uses one so constructed, shall have the
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right to use, and vend to others to be used, the specific thing so made or
purchased, without liability therefor. R. S. 4899.

In addition to the foregoing certain rights in the nature of shop licenses

or implied licenses may arise out of conditions of employment. See § 756,
also § 360.

§ 931. Assignment.

While it is, perhaps, not necessary to decide whether in any case a sale of
an invention which is never patented carries with it anything of value,
we are of opinion that the rights growing out of an inveiition may be sold,
and that in the present case the sale, with the right to use it in connection
with the existing patent and its reissues or renewals, protects defendants
from liability, — Hammond ». Mason, 92 U. 8. 724; 23 L. Ed. 767.

A court of chancery cannot decree specific performance of an agreement

to convey property which has no existence cr to which defendant has no
title. — Kennedy ». Hazleton, 128 U. 8. 667; 32 L. Ed. 576; 9 S. Ct. 202.

§ 9032. Construction or Sale Before Patent.

Under section 4899 the following have an implied license to 2 machine made
before patent: (1) every person * who purchases of the inventor’’ the machine
before his application for a patent; (2) every person who ‘ with his knowl-
edge and consent counstructs ”’ the machine before application; (3) every
person who sells & machine *“ so constructed,” that is to say, which has been
constructed with the knowledge and consent of the inventor by another
person; (4) every person ‘“ who uses one so constructed,” that is to say,
constructed with the inventor’s knowledge and consent by another person.

in order to entitle a person to any of these four classes to use and vend
the machine, under this seetion, the machine must originally have been either
purchased from the inventor or else constructed with his knowledge and
consent before his application for a patent; and it may well be that a fraud-

ulent or surreptitious purchase or construction is insufficient. — Wade .
Metcalf, 129 U. S. 202; 32 L. Ed. 661; 9 8. Ct. 271.

Kendall ». Winsor, 62 U. S, 522; Andrews 2. Hovey, 124 U, S. 604.

When machine was constructed by partnership, of which inventor was 2

member, an implied license arises in favor of the machine as constructed.
Quacre. — Wade v. Metealf, 129 U. S. 202; 32 L. Iid. 661; 9 S. Ct. 271.

y 033. Employee. |

Where the inventor in employ of defendant allowed his unpateuted in-
vention to be used with his knowledge and consent, according to the terms
of the statute defendant has a right to continue to use those machines with-

gutc compensation. — Dable ». Flint, 137 U. 8. 41; 34 L. Ed. 618; 11
S. Ct. 8.

§ 034. Non-Assignable.

The inventor of a new and useful improvement certainly has no exelusive
right to it, until he obtains a patent. This right is created by the patent,
and no suit can be maintained by the inventor against anvone, for using it
before the patent is issued. But the discoverer of a new and usecful im-
provement is vested by law with an inchoate right to its exclusive use,
and which he may perfect and make absolute by proceeding in the manner
which the law requires. — Gayler v. Wilder, 10 How. 477; 13 L. Ed. 504.
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The inventor who designedly and with a view to applying it indefinitely
and exclusively for his own benefit withholds his invention from the public
comes not within the policy or objects of the Constitution. Henece, if, during
such concealment, an invention similar to or identical with his own should
be made or patented or brought into use without a patent, the latter could
not be inhibited nor restricted. Moreover, that which is once given to or

isinvested in the public cannot be recalled nor taken fron: them. — ¥endall
v. Wiasor, 62 U. 8. 322; 16 L. Ed. 165.

In the absence of protection by patent, ne person can monopolize or ap-
propriate to the exclusion of others elements of mechanical construction
which are essential to the successful practical operation of a manufacture,
or which primarily serve to promote its efficiency for the purpose to which it is
devoted. Unfair competition is not established by proof of similarity of form,
diﬁnéenéiogs,zgté general appearance alone. — Marvel v. Pearl, 133 Fed. 160;
66 C. C. A. 226.

§ 935. Miscellaneous.

The right of Duncan to the inventions, if they were inventions, existed

prior to, and continued independently of, the issuing of the patents. —
Siemens-Halske ». Duncan, 142 Fed. 157; 73 C. C. A. 375.

Fuller v. Berger, 120 I'ed. 274; Victor ». The Fair 123 Fed. 424,

WORDS AND PHRASES.

¢ Means ' § 936 See — Claims §§ 214, 229; Equiva-
“ Substantially,” ete. § 937 Tents § 373; Specification § 900
“* Whereby ”’ Clause § 938

§ 036. ¢ Means.”

Of course an inventor cannot by the mere use of the word * means,” in
reference to the accomplishment of a designated function in a combination
claim, appropriate any and all kinds of mechanism or devices which may per-
form the specified function, or any other mechanism or device than that
which is described in the patent, or which is its equivalent. Reference must
be had to the specifications to ascertain the means which are made an ele-
ment of the claim and are protected by the patent. — American ». Hickmott,
142 Tred. 141 73 C. C. A. 359.

Jones v. Munger, 49 Fed. 61; Williams v. Steam, 47 Fed. 322.

While the claims specify the physical clements of the combinations, they
do not specify the means whereby those elements perform their intended
functions, but ecall for *“ means ™ generally for performing them. By this
is not meant all possible means for accomplishing the result. Such compre-
hensiveness of claim would not be patentable. The claims in question by
direct terms refer to the specification for the means by which the function,
purpose, or object of the invention is to be accomplished, and to that we
must look for them. — Union ». Diamond, 162 Fed. 148; 89 C. C. A. 172.

Dryfoos ». Wiese, 124 U. 8. 32,

§ 037. “ Substantially,” etc.

The words * substantially as set forth,” ‘ substantially as described ”
refer to the specification, ancl tend to make the claim specifie. — Seymour

v, Osborne, 78 U. 8. 516; 20 L. Ed. 33.



346 THE FIXED LAW OF PATENTS § 437

Expressions such as ‘‘ substantially as described *’ refer to the specifica-
Eon gnd make the claim specific. — Railroad v. DuBois, 79 U. S. 47; 20
. Ed. 265.

Qualifies the claim in the light of the specification to the means pointed
out. — Brown ». Guild, 90 U. 8. 181; 23 L. Ed. 161.

The words “ substantially as described ”’ found in each of the first two
claims of the original patent, properly confined those claims to the shifting
m{échémism described. — Brown v». Davis, 116 U. S. 237; 29 L. Ed. 659;
6 5. Ct. 379. -

The clause ‘ substantially as described ’’ are words of limitation, limiting
the combination to the specific elements described. — Pope v. Gormully,

144 U. S. 248; 36 L. Ed. 423; 12 S. Ct. 641.

Without determining what particular meaning, if any, should be given
to these words (‘‘ substantially as described or set forth ”’) we are of opinion
that they are not to be construed as limiting the patentee to the exact
mechanism deseribed; but that he is still entitled to the benefit of the doc-
Erine of equivalents. — Hobbs v, Beach, 180 U. 8. 383; 45 L. Iid. 586; 21 S.

t. 400.

Morley v. Lancaster, 129 U. §, 263; Discussing, Seymour ». Osborne, 11 Wall.

516; Cornplanter Pat. 23 Wall. 181; Westinghouse ». Boyden, 170 U. 8. 537;
Mitchell ». Tilghman, 19 Wall. 287.

The words ‘‘ substantially as described,” do not warrant the insertion of
an additional element in the claim. The words must relate to the matter

designated. — Boynton v. Morris, 87 Fed. 225; 30 C. C. A. 617.
Lake Shore v. National, 110 U. S, 229,

The use of the words ‘‘ to operate substantially as described ”” did not serve
to read into this elaim every element of the entire structure set forth in the
specification precisely as deseribed, and thus limit the patentee to the
exact mechanism described therein. — General v. International, 126 Fed.
755; 61 C. C. A. 329.

Hobbs ». Beach, 180 U. 8. 383; Penfield v. Potts, 126 I'ed. 475; McCarty ».
Lehigh, 160 U. S. 110,

The “ spacing members ” are not described in the claims except by refer-
ence to the specifications by the words ‘“ substantially as deseribed ”’ at
the end of each elaim. This carries to the claims the description of the speci-

fication. — Sanders v. Hancock, 128 Fed. 424; 63 C. C. A. 166.

Sochner ». Favorite, 84 Fed. 182; Stilwell-Bierce . Eufaula, 117 Fed. 410;
Lamb ». Lamb, 120 Fed. 267; Canda v. Michigan, 124 Fed. 486.

Claims 3 and 8 close with the words * substantially as set forth ”’ and
‘“ substantially as described,” respectively. This language brings into the
claim the particular deseription of the structure contained in the specifi-
cations, and the drawings to which they refer. — Lackawanna v». Davis-

Colby, 131 Fed. 68; 65 C. C. A. 306.

The words “ as set forth * in the claims may grammatieally refer to any-
thing which precedes them. Therefore, in view of the just and liberal rules
of construction stated in Reece ». Globe, 61 Fed. 958, they should not be held
as restrictive, or as limiting anything in the claims, so as to render ineffectual
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any part of the conception involved in the portion of the specification which
we have quoted. — Westinghouse v, Stanley, 133 Fed. 167; 68 C. C. A. 523.

Where there are two claims in a patent for two distinct improvements
invented to accomplish different results, the words “ substantially as speci-
fied 7 mean substantially as specified relative to the subject matter of the
claim, and do not necessarily import the deseription or claim of either im-
provement into the claim for the other. Lake Shore ». Car-Brake, 110 U. S.
229; Page v. Land, 49 Fed. 936. But these words ordinarily refer back to
and point out elements in the combination claimed which have sub-
stantially the construction and operation deseribed in the specifica-
tion. Westinghouse ». Boyden, 170 U. 8. 537; Singer v. Cramer,
192 U. S. 265. Cases may be found where an element described in the speci-
fication which is essential to the operation, in the way portrayed in the speci-
fication, of a combination or device claimed, has been read into the claim
from the specification. Westinghouse ». Boyden, supra; Wellman ». Mid-
land, 106 Fed. 221. The converse of this proposition, that clements or de-
vices deseribed in the specification may not be imported into the claim, is
equally well established. Boynton ». Morris, 87 I'ed. 227; General v. Inter-
national, 126 Fed. 755: Walker on Pat. sec. 182; Temple ». Mfg. Co., 30
Fed. 442. Nor are decisions wanting which have limited the gencral lan-
guage of a claim to an eclement or device, its construction, and operation as
set forth in the specification. White v. Dunbar, 119 U. 8, 47; Vance ».
Campbell, 1 Black, 427; Stirrat ». Mfg. Co., 61 Fed. 980; Adams v. Lindell,
77 Fed. 432. — Jewell . Jackson, 140 Fed. 340; 72C. C. A. 304.

These words refer to the whole claimn, and import nothing into it not
already there, either to narrow it, so as to escape anticipation, or to broaden
it so as to establish infringement. The words mean * substantially as speci-
fied ”’ in regard to the combination which is the subject of the claim. —

American v. Hickmott, 142 Fed. 141; 73 C. C. A. 359.
Lake Shore v. Car-Brake, 110 U. S, 229,

These words are sometimes used to limit a claim and sometimes to enlarge
its operation, but seldom to practically defeat what was the real invention
of the patentee. — Draper v. American, 161 IFed. 728; 88 C. C. A. 588.

§ 038. ¢ Whereby*” Clause.

On referring to the specification we find it there expressly declared that
the invention consisted “ in the construction and combination of parts herein-
after fully described and claimed, reference being had to accompanying draw-
ing.” Nowhere, either expressly or by reasonable inference, is it asserted
that simply the best or preferable construction of the whole or any part
of the combination is what is described. — Singer v. Cramer, 192 U. 8. 265;
48 1. Iud. 437; 24 S, Ct. 291.

Note: 1t would seem that this holding carries the rule of words of limita-
tion f:érther than any other case, making it include the stock phrases above
quotca.

The evidence demonstrates — and quite likely Russell understood — that
some cement mixtures, commereially speaking, were more desirable than
others; and the word * cement,” used in the claims must be understood
when considered in conneetion with the statutory description as referring
generally to cementitious mixtures having the qualities which he describes.

~— American v. Howland, 80 Fed. 395; 25 C. C. A. 500.
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We are not permitted in litigations of this character, to give any word
a particular interpretation when it is fairly capable of another one which

will enable the patent to cover the actual invention. — Hatch v. Electric,
100 Fed. 975; 41 C. C. A. 133.

To ignore the express functional limitation of the claim, viz. ¢ whereby
they are cnabled to fold back into the case side by side,” would be to create

a new claim; not interpret one granted.— Anthony ». Ginnert, 108 Fed.
390; 47 C. C, A. 420.

The specification states that they are * preferably ”” .of the same area,
and that they are * preferably ”’ to overlap completely, in order to eliminate
any limitation that might be implied if these terms had not been used and
thus to save the claim from being narrowed so that a can otherwise like that
described would not be covered by its terms. — Ironclad v. Dairyman’s, 143
Fed. 512; 74 C, C, A. 372.
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AND PROVIDED WITH THE PATENT OFFICE ANNO-
TATIONS.
ABANDONMENT

Application — Delay for One Year.

All applications for patents shall be completed and prepared
for examination within one year after the filing of the application,
and in default thereof, or upon failure of the applicant to prosecute
the same within one year after an action thereon, of which notice
shall have been given to the applicant, they shall be regarded as
abandoned by the parties thereto, unless it be shown to the satis-
faction of the Commissioner of Patents that the delay was unavoid-
able. — R. S. 4894 (Amend. Mar. 3, 1897).

Note: The Act of Mar. 3, 1897, changed the period of time
from * two years” to one year.

Bar to Patent.

Any person who has invented * * ¥ ynless the same is proved
to have been abandoned, may * * * gbtain a patent therefor. —
R. S. 4866 (Amend. Mar. 3, 1897).

Delay for One Year — Unavoidable — Excuses.
(In sound discretion of Commissioner). — R. S. 4894,

Renewal Applications — Question of Fact.

¥ * * And upon the hearing of renewed applications preferred
under this section, abandonment shall be considered as a question
of fact. — R. S. 4897.

ACTIONS

Equity — Questions of Fact — Trial by Jury.

Sec. 2. That said courts (U. S. circuit courts) when sitting in
equity for the trial of patent causes, may empanel a jury of not less
than five and not more than twelve persons, subject to such general
rules in the premises as may, from time to time, be made by the
Supreme Court, and submit to them such questions of fact arising
In such causes as such circuit court shall deem expedient.

And the verdict of such jury shall be treated and proceeded
upon in the same manner and with the same effect as in the case
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of issues sent from chancery to a court of law and returned with
such findings. — R. S. 4921 (Amend. Mar. 3, 1897).

Equity — To Compel Issue of Patent.

Whenever a patent on application is refused, either by the
Commissioner of Patents or by the Supreme Court of the
District of Columbia upon appeal from the Commissioner, the
applicant may have remedy by bill in equity; and the court having
cognizance thercof, on notice to adverse parties and other due pro-
ceedings had, may adjudge that such applicant is entitled, according
to law, to receive a patent for his invention, as specified 1n his
claim, or for any part thereof, as the facts in the case may appear.
And such adjudication, if it be in favor of the right of the applicant,
shall authorize the Commissioner to issue such patent on the appli-
cant filing in the Patent Office a copy of the adjudication, and other-
wise complying with the requirements of law. In all cases, where
there is no opposing party, a copy of the bill shall be served on
the Commissioner; and all the expenses of the proceeding shall be
paid by the applicant, whether the final decision is in his favor or

not. [Sce § 629, 9 9.]— R. S. 4915.

In what district the bill should be Invention must be pateniable (o gel
brought considered. — Butterworth v, | favorable decision.— Hill », Wooster,

Hill, 11t U, S, 128-133. 132 U. 8., G93.

On what questions bill in equity 1s May ratse new questions. — Christie
appropriate. — Butterworth v». lloe, | » Seybold, 55 I'. R., 69.
112 U, 8., 50-60. Canccled claims, burden of proof of

Bill in cquily is governed by the rules | invention.~— Durham, 6 App. D. C,
of delay specified in scc. 1894. — Gandy | ¢8; 71 O. G., 601.
v. Marble, 122 U, S,, 432-440.

Expedition of — By Heads of Departments of Government.
(Sce Application — Expedition of) — (Act Mar, 3, 1897).

Infringement — Action on the Case.

Damages for the infringement of any patent may be recovered
by action on the case, in the name of the party interested either
as patentee, assignee, or grantee. And whenever in any such action
a verdict is rendered for the plaintiff, the court may enter judgment
thereon for any sum above the amount found by the verdict as
the actual damages sustained, according to the circumstances of
the case, not exceeding three times the amount of such verdict,
together with the costs. — R. S. 4919.

Infringement — Plea.
(See Defenses, R. S. 4920).

Interfering Patents.
(Sce Interfering Patents, R. S. 4918).

Qui Tam Actions — Jurisdiction — Penalty.
(See Marking Articles Patented, R. 8. 4901).
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ADMINISTRATOR

Oath by.
(See Executor).

AFFIDAVITS AND DEPOSITIONS
(See Interferences, R. S. 4905).

AMENDMENT

Application — Reissue.
(See Reissue, R. S. 4916).

Disclaimer,
R. S. 4917.

Duty of Commissioner.
R. S. 481.

Examination of Application,
R. S. 4893.

Requirement — General.
R. 8. 4888.

Rules for Patent Office Practice.
R. S. 483.

When to be Made.
R. S. 4804.

ANNUAL REPORT

Commissioner of Patents.
(See Commissioner of Patents).

ANTICIPATION

General Provision.
R. S. 4880.

Prior Foreign Invention — When Not.

Whenever it appears that a patentee, at the time of making
his application for the patent, believed himself to be the original
and first inventor or discoverer of the thing patented, the same shall
not be held to be void on account of the invention or discovery,
or any part thereof, having been known or used in a foreign country,
before his invention or discovery thereof, if it had not been patented
or described in a printed publication, — R. S. 4923.



852 THE FIXED LAW OF PATENTS

APPEALS

Applications — Examiners-in-Chief.

Every applicant for a patent or for the reissue of a patent, any
of the claims of which have been twice rejected, and every party
to an Interference, may appeal from the decision of the primary
examiner, or of the examiner in charge of interferences in such case,
to the board of examiners-in-chief; having once paid the fee for
such appeal. — R. S. 4909.

Certiorari — Supreme Court.

And excepting that in any such case as i1s hereinbefore made
final in the circuit court of appeals it shall be competent for the
Supreme Court to require, by certiorari or otherwise, any such case
to be certified to the Supreme Court for its review and determina-
tion with the same power and authority in the case as if it had been

carried by appeal or writ of error to the Supreme Court. — C. C. A.
Act, Feb. 19, 1897.

Circuit Court of Appeals.

Sec. 2. That there is hereby created in each circuit a circuit
court of appeals, which shall consist of three judges, of whom two
shall constitute a quorum, and which shall be a court of record
with appellate jurisdiction, as is hereafter limited and established.

Sec. 4. That no appeal, whether by writ of error or otherwise,
shall hereafter be taken or allowed from any district court to the
existing circuit courts, and no appellate jurisdiction shall hereafter
be exercised or allowed by said existing circuit courts, but all
appeals by writ of error or otherwise, from said district courts, shall
only be subject to review in the Supreme Court of the United
States or in the circuit court of appeals hereby established, as is
hereinafter provided, and the review, by appeal, by writ of error,
or otherwise, from the existing circuit courts, shall be had only in
the Supreme Court of the United States or in the circuit courts of

appeals hereby established according to the provisions of this
act regulating the same.

Be 1t enacted by the Senale and House of Representatives, of
the Uniled States of America in Congress assembled, That the
second section of an Act to establish circuit courts of appeals,
passed March third, eighteen hundred and ninety-one, be amended
so that the clause therein which now reads, “ The costs and fees
in the Supreme Court now provided for by law shall be costs and
fees In the circuit courts of appeals,” shall read, “ The costs and
fees in each circuit court of appealsshall be fixed and established by
said court in a table of fees, to be adopted within three months
after the passage of this Act: Provided, That the costs and fees so
fixed by any court of appe<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>