Commi ssi oner of Patents and Trademarks
Patent and Trademark O fice (P.T.QO)

IN RE GERALD J. PHI LI PS APPELLANT
GPB No. 11-8053
March 3, 1987
Roger J. Erickson
Pat ent Advi sor
*1 Ofice of the Chief of Naval Research
Depart ment of the Navy

800 North Quincy Street

Arlington, VA 22217-5000

Gerald J. Philips
1168 St. George Drive

Annapolis, MD 21401

Donald W Peterson

Deputy Commi ssioner of Patents and Trademarks

This is an appeal by CGerald J. Philips (Philips) under 37 CFR 100.7
froma determ nation of the Departnent of the Navy (Navy) that the
Governnment shall obtain the entire right, title and interest in an
i nvention. For reasons hereinafter given, the determ nation of the Navy
is affirnmed.

Background

Philips was enployed as a Mechani cal Engineer in the Ship Materials
Engi neeri ng Departnent, Lubrication, Friction and Wear Branch at the
David W Tayl or Naval Ship Research and Devel opment Center at the tine
the invention was nade.

In July 1975, Philips subnitted a program proposal entitled
"Applications of Fiber Optics' for devel opment of fiber optics
technol ogy for the detection of bearing faults. This proposal was
devel oped fromtwo earlier invention disclosures by Philips. The two
earlier invention disclosures had been submitted to the Navy and
returned for insufficient interest.

The Navy decided to sponsor the proposed program as shown by work
unit sumrmary 2832-164(19304) entitled ' Applications of Fiber Optics,'
dated February 15, 1976. The objective of the programwas to devel op



fiber optic instrunentation for bearing nmonitoring. Philips is listed
as the principal investigator.

On Decenber 15, 1976, Philips entered a drawi ng and description for
an 'Inproved Fiber Optic Displacenent Sensor' in his |aboratory
not ebook. The entry was subsequently wi tnessed by two ot her Governnent
enpl oyees. According to Philips, the idea was conceived at home on
Decenber 14, and he entered the description in his notebook on his
[ unch hour the followi ng day. An invention disclosure was not filed
with the Navy at that tine.

In February 1977, Philips submtted an invention disclosure for a
"Fi ber Optic Machinery Performance Mnitor," which did not include the
subj ect matter of the Decenber 15, 1976, notebook entry. The Navy filed
for a patent, which eventually issued as U.S. Patent No. 4,196, 629, but
determined that the title should remain in Philips subject to the
reservati on of a non-exclusive, irrevocable and royalty-free |icense.
The Navy determi nation was approved by the Conm ssioner of Patents and
Trademar ks on March 14, 1980.

Philips signed a Patent Rights Questionnaire for the present
i nvention on Cctober 21, 1982, which stated that his assigned duties at
the tine the present invention was nmade were on the program
"Application of Fiber Optics.' A 'Record and Di sclosure of Invention'
form NAVSO 5870/3, for 'A Surface-Contacting Fiber Optic Displacenent
Transducer,' also signed October 21, 1982, was received on Novenber 4,
1982.

*2 A patent application, Serial No. 748,084, was filed June 24, 1985,
whi ch included clains to the fiber optic transducer in conbination with
Philips' bearing nonitoring system of Patent No. 4, 196,629. Clains 13-
20 were later submtted to add clainms to the probe structure al one.

Di scussi on

Under Paragraph 1(a) of Executive Order 10096 (1950), as anmended
(1961), the Government shall obtain the entire right, title and
interest in and to all inventions made by a Government enpl oyee which
bear a direct relation to or are nmade i n consequence of the officia
duties of the inventor. By virtue of Philips' duties to conduct or
perform research, devel opment work and to supervise, direct, coordinate
or review Governnent financed or conducted research or devel opnent work
and to act in liaison capacity anong governnental or non-governnenta
agenci es or individuals engaged in such research or devel opnent work
there is a presunption under Paragraph 1(c) of the Executive Order that
the Governnent should obtain title. See also 37 CFR 100.6(b)(3).

The Navy determ ned on July 16, 1986, that the Governnent is entitled
to the full right, title and interest in and to the invention. The
"invention' at issue is the surface-contacting fiber optic displacenent
transducer. This invention was first described in the inventor's
not ebook entry dated Decenber 15, 1976. The record shows that there has
never been an actual reduction to practice in the formof a working
nodel . Consi deration of the Decenmber 15, 1976, disclosure conbined with
t he known performance characteristics of the MIl Fotonic Sensor



mentioned in the notebook entry, indicates that the invention was
"made' as of the date of the notebook entry, Decenber 15, 1976, i.e.
"the essential elements of the invention are fully and clearly
disclosed in witing in such a manner that the invention can thereby be
reduced to practice by one skilled in the art.' [FN1] The differences
in the appearance of later drawi ngs of the transducer probe, nopst
noticeably in the elastomer nmeans for biasing the probe tip and an
alternate nmethod of nounting, are not sufficient to establish that the
i nventi on was nmade at a | ater date.

The Navy concl uded that the invention bears a "direct relation' to or
was made 'in consequence of' the official duties of the inventor
Executive Order, paragraph 1(a)(3) and 37 CFR 8§ 100.6(b) (1) (iii).
Philips' general duties at the tinme the invention was nade are
described in part in his position description dated March 31, 1971, as
fol |l ows:

"1l. Conducts engineering research on projects of considerable scope
and conplexity. He is responsible for the technical approaches, design
of test equipnment, analysis and interpretation of data, and the
preparation of reports on findings.' (Enphasis added).

The position description further states that:

"I ncunbent independently plans and devel ops technical action
necessary i n devel opi ng objectives and prograns.'

*3 In addition, in his Patent Ri ghts Questionnaire dated October 21
1982, Philips states that his official duties at the tine the invention
was nmade were on the program ' Application of Fiber Optics.' That
program s objectives were:

"To reduce auxiliary machinery maintenance costs by devel opi ng
fiber optics instrunmentation for: (a) quality control of new bearings
prior to installation; (b) checks for proper bearing installation in
new y assenbl ed equi pnent; (c) detection of incipient bearing faults in
operating machinery.' (Enphasis added).

In his Patent Rights Questionnaire, Philips describes the relationship
between the invention and his official duties and assignhed tasks as
fol |l ows:

"I'n the assigned duties the inventor was to utilize existing fiber
optic sensors to aid in devel opi ng new bearing condition nonitoring
nmet hods. Di sadvantages of the prior art were found, which ultinmetely
[sic] led to the present invention.' (Enphasis added).

From the above, it is concluded that Philips' official duties at the
time the invention was made i ncluded the task of devel oping fiber optic
i nstrumentation for bearing condition nonitoring and were not limted
as argued by Philips, to the duties described in his general position
descri ption.

The circunstance of Executive Order 10096, paragraph 1(a)(3), of the
i nvention bearing a 'direct relation' to the official duties of the
inventor is '"that the invention could reasonably be expected to arise
fromthe official duties of the inventor.' [FN2] The circunstance of
the invention having been made 'in consequence of' the inventor's
official duties has the neaning 'that the invention is nmade as an
obvious and direct result of the performance of those duties [of the
i nventor], whether or not the subject invention was an antici pated
result of the performance of those duties.' [FN3]

VWhile Philips was not specifically assigned to devel op an
encapsul ated probe, at the tinme the invention was made his officia



duties included the tasks of devel oping fiber optic instrunmentation and
utilizing existing fiber optic sensors to aid in devel opi ng new bearing
condition nonitoring nmethods. Philips' position description clearly
contenpl ates the exercise of a neasure of creative ability above that
expected froman ordinary craftsman in the acconplishnent of these
tasks. This indicates that he woul d be expected to solve problens
encountered in the performance of his assigned duties. The present

i nvention solves the problem of contam nati on which one would expect to
encounter in the task of adapting existing fiber optic instrunentation
to a bearing nmeasurenent environment. The invention has direct
application to the project to which Philips was assigned, regardl ess of
the fact that the invention was not used and was not necessary for the
successful conpletion of the project. Under these circunstances, the
Conmi ssi oner holds that the invention was made as an obvious and direct
result of, and, therefore, was nmade 'in consequence of' Philips
performance of his official duties.

*4 Philips has argued that the invention 'was conceived of as a
generic nmotion sensor--it was not conceived of as a bearing sensor.'
For support he points to the notebook entry which does not nention
bearings. It is very difficult to evaluate an inventor's nenta
processes in making an invention, particularly an invention nmade ten
years ago. lnvention rights determ nations nust be nade based on a
consi deration of the objective evidence of the circunstances as a
whole. In this case, there is a presunption under the Executive O der
that the Governnment should obtain title; it is Philips' burden to rebut
that presunption. The applicability of the invention to the project to
whi ch Philips was assigned is strong objective evidence in favor of the
Governnment's position that the invention was a direct result of the
performance of the inventor's official duties. The fact that the
i nventi on may be capabl e of broader application and was descri bed
broadly in Philips' |lab notebook fails to establish that, at the tine
the invention was nmade, the invention was not an obvious and direct
result of Philips' performance of his official duties.

Philips has argued that the previously cited statenent that
'[d]isadvant ages of the prior art were found, which ultinmetely [sic]
led to the present invention' is anmbiguous and that:

"[d]isadvant ages of the prior art were not found in consequence of
the inventor's official duties. The di sadvantages of the prior art were
found in the patent literature.'

One exanple is in the MIl Fotonic Sensor literature |later supplied by
Philips, which states that '[i]t woul d obviously be desirable to nake
di spl acenment neasurenents conpletely independent of surface
reflectivity.' Wen the di sadvant ages becane known is not necessarily
determ native. Rather, it is the circunstances surroundi ng the making
of the invention which are critical. As discussed above, those

ci rcunst ances reasonably show that the invention was nade as a direct
result of Philips' performance of his duties.

Philips has argued that the circunstances surroundi ng the neking of
the present invention are very simlar to those surroundi ng the naking
of an earlier invention for a 'Fiber Optic Machinery Performance
Monitor,' Patent No. 4,196,629, in which the Governnment took only a
non- excl usi ve, irrevocable and royalty-free license and that a sinilar
result should apply in this case. Government enployee rights
determ nations are, of necessity, made on a case-by- case basis. The



deternminations in one case are not controlling in another case because
there is no way to evaluate the simlarity of the surrounding

ci rcunstances other than by reconsidering the earlier decision. Such
reconsi deration would not always find the earlier decision to be
controlling.

The Navy has al so nade a determ nation of Governnment interest based
on 37 CFR § 8 100.6(b)(1)(i) and (b)(1)(ii). In view of the above

determ nati on under 8 100.6(b)(1)(iii), it is unnecessary to consider
these further grounds of Governnent interest.

Deci si on

*5 The determ nation of the Navy that the Government is entitled to
an assignnent of all right, title and interest in and to the invention
is affirmed.

FN1. Governnent Patents Board, Interpretations and Opinions No. 1 dated
March 5, 1951.

FN2. Governnent Patents Board, Interpretations and Opinions No. 4
(proposed) dated July 8, 1953.

FN3. 1d.
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