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(1) Title:  Protection of Software-Related Invention in Japan, U.S. and Europe

" (2) Date: October 2003 (The 34™ Tntemational Congress 'ir'i".l:)ea‘rbom)‘ o
.. (3) Source: 1) Source: ~  PIPA.
2) Group: Japan

3) Committee: 3™ Committee

 (4) Authors: Kanehira Yusuke -~ = (IBM Japan, Ltd.)

Ikeya Shoji (TOSHIBA TEC Corporation)
Kurebayashi Toshihiro (Ricoh Co., Ltd.)
(5) Keywords:

Software-related invention, Computer, Program, Patentable subject matter, Statutory
_subject matter, Claim, Scope of claim, Effect of patent nght Indirect infringement, Contnbutory
mfnngement Japan, U.S., Europe

'(6) Statutory Provisions:

Japanese Patent Law: Asticle 2, paragraph 1; paragraph 3, item 1, 3 and 4; Article 29
paragraph 1; Article 68; Article 101; U.S. Patent Law: Article 101; Article 112, paragraph 6;
Article 271; European Patent Convention: Article 52, paragraph 2(c), paragraph 3 '

{7) Abstract:
With regard to protection of software related inventions by patents, discussions have been

actively held since old times. However, it is a technical filed in which there are stormy changes
- from a legal viewpoint, and for example, there are several big movements such as revisions of a
- definition provision of invention to be protected and acts of working (Article 2), and a provision
of indirect infringement (Article 101) in 2002 revised Japan Patent Law, 2002 European
Directive on the patentablity of computer-implemented inventions, and so on. Also, a
distribution form of software is such a field that there are trends of big changes in both business
and technology, due to popularization of the Internet and so on. In view of these trends, we will
consider with regard to patentable subject matter and effective scope of a patent right in Japan,

U.S. and Europe, and study them by use of hypothetical examples for which distribution forms of
software in these years were considered, and make recommendations.
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1 Introductlon -
A computer program (software) is one in whrch instructions for havmg a computer operated

were described.  In 2002 revised Japan Patent Law, which newly provided a definition provisien . .
of a “program”, the “program” is defined to be “an instruction to an electric computer, anc_i )

“combined ones so as to be able to obtain one result”.

Therefore, in a very real sense, a computer program is simply one in which an instruction to
a computer was described, and up to around the middle of 1970, it was not considered as. a
subject matter to be protected of a.patent law. -

"However, since program development .requires’ tremendous 1nvestment in- advanced 2
countnes including Japan, U.S. and Europe, demand of protection of software by use of patents.

becomes extremely strong, and as a result, in 1980’s, a software-related invention has become a
subject matter to be protected of a patent law in various countnes :

Furthermore, having entered into 1990, the Internet was. popularrzed explosweiy, and .

computer technologies are not only things for industries but also, in individual’s life, a computer
has become one which is. indispensable to human life. = In so-called personal computing; what

determines relative merits- of its business is not only hardware performance but also whether or- -
not any software is usable, which is extremely important. - - That is, to the extent that it is said that
a person who conquers software conquers computer 1ndustry, 1mportance of software has been -

heightened more and more.

Also, generated is a flow for strongly opposrng to grant of patents for software—related :

inventions, for the reason that software should be pubhc property.that anybody can use, such.as "~

an open source software movement etc. including Linux™ in.these years.

In such a situation with stormy changes, viewing attitudes: of Japan; U.S. and Europe to
software-related inventions, each of fapan, U.S. and Europe treats a software-related invention as
a subject matter to be protected of a patent law, but there are considerable differences with regard-:
to what is made to be a subject matter to be protected (so-called patentable subject -matter), -
depending upon differences in history and attitude to a software-related invention in each country. . -
For example, in Japan, by 2002 revised Japan Patent Law, it entered into a situation thata - -

computer program as such is protected as an invention of “a product”, but a country which is

indicating protection of a program as such in this manner is not found in the world except Japan .-

in major countries.

Also, a software—related 1nvent10n can be protected by a patent in each country, but,
depending on a difference of provisions of indirect infringement, scope that a patent granted toa.

software-related invention can be protected differs with respect to each country.

In view of the foregoing, in this paper, with respect to software-related invention, ﬁrstly, we. -
“will review laws and legal systems in.Japan, U.S. and Europe. - Next, we will study about what
kind of subjects become a subject matter to be protected in Japan, U.S. and Europe. Finally, we . .
will add consideration from viewpoints of effects of patent rights and costs, and wﬂl present- -

guidelines for judgment in scenes of obtaining patents..
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2. Laws and Legal Systems in Japan, U.S. and Burope regarding Patentable Subject Matter " .
For the purpose of later discussion, we will review about what can be a patentable subject
matter in Japan, U.S. and Europe, from aspects of a legal system and its history. o

- Japan
Japan Patent law has a definition provision of inventions, and on the basis of the definition
provision, patentablity of a subject matter is judged by a‘fact of whether or not it corresponds to-
“creation of technical ideas by which a law of nature is utilized”. *This is a point which is -
different from those in U.S. and Curope having no defmmon pr0v1310n of inventions in such
express terms. : : 7 '
And, in examination guidelines in Japan, in order to meet the requirement “a law of nature
is utilized”, it is necessary that software (computer program) is one which utilizes hardware
resources of a computer that is a physical apparatus. '
-Concretely speaking, by a fact that “information processing by software is concretely
realized by use of hardware resources”, “a law of nature is utilized” is realized;-and by a fact that -
“software is read into a computer, -and software and hardware realize calculation or-processing of =+
information in accordance with intended uses by concrete means, and thereby, a specific
information processing apparatus (machine) and its operation method in aecordanee Wlth :
intended uses are developed™, it can be said that “concretely realized”. e '
Also, in 2000 revised examination guidelines, it has been already permitted to claim a
“program” as such, but it was expressly provided in 2002 revised Patent Law that it is protected -
as “an-invention of a prodilct’-’ . This is epoch-making revision -for an entire 1egaI systern in
Japan in which “a product” means “tangible goods” traditionally.
- There-exist cases in U.S. and Europe that it was allowed to claim a computer program
product -etc., but Japan is the only one of the three Offices, which allows to claim a computer
program ‘as such squarely. - (In addition, a computer program product, which is allowed in U.S.

- and Europe, is not allowed as a patentable sub_]ect matter in }apan because of amb1gu1ty of a

subject matter thereof.}

uUs.: ‘
Speaking from practical feeling, we have an impression about a patentable subject matter of
a software-related invention in patent practices in the U.S. that literally ¢ everythmg under the sun
can be patented”, as compared to those in Japan and Europe. B

Under Article 100 of U.S. Patent Law, it is provided that “invention” in the U.S. Patent Law -

means “invention or discovery”, but there exists no concrete definition provision with regard to

~invention”,..and."discovery”....On.one -hand,..under.. Adticle . 101..of :U.S.. patent- Law, as- allu .o

invention for which a patent can be obtained, 4 categories of process, machine, manufacture, or
composition of matter are cited, and inventions which beloilg to these become subject matters to
‘be protected.  Also, by judicial precedents, it has been established that an invention type which
corresponds to any one of 3 categories of

1. law of nature
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. 2. physical phenomena
3. abstract idea . : o
is out51de of subject matters to be protected of. Patent Law as a non- statutory sub_]ect matter
.. Purther, Article 101 of U.S. Patent Law charges .a requirement of utility to a subject matter

* which seeks for patent protection, and there is a necessity that a subject matter which seeks for

protection is a practical application. :
.Also, from the above-described concept of a non-statutory subject matter w1th regard toa
software—related invention, chscussmns about patentabhty of algonthm (m part1cular .

fiathematical algorithm) have been held:” ‘

On this point, there is a judgment of Benson case in 1972 that in:case that a patent will be
sub_stantrve_ly_, granted to algorithm itself, it can not be patented. The U.S. Patent and Trademark -
Office stands on its thought that patentablity. of all_ algorithm }vas denied by this judgment, and - -
has rejected inventions which include algorrthm R i

However, by Diehr case judgment in 1981, made was such a Judgment that one whlch _—
protection by patent was denied in Benson case judgment is not. general - algorithm . but
mathematical algorithm, and practices in. U.S. Patent and Trademark Office was changed -
significantly. -

After that, in Alappat case judgment in 1994 Shown was such a Judgrnent that practlcal
applications of mathematical algorithm, which generate “useful, concrete and tangible results”,
are patentable. - o : -

‘With regard to a form of c1a1m descnptlon in the U S Wannerdam case ]udgment and
Lowry case judgment, in which patentability of a memory which stores data having .a specific -

data structure was identified, were issued one after another. To that end, in 1996, U.S. Patent -

and Trademark Office announced to the public “Examination Guidelines of Computer-Related -
Invention” which says that a recording medium in which a computer program. was recorded

corresponds to “manufacture” which is a statutory subject matter to be protected, and thereafter, .-
~ in accordance with the guidelines, examinations of. software-related inventions have been.
" conducted. :

Europe : - ‘

In Europe European Patent Ofﬁce requrres in 1ts examination guldelme w1th regard to a
subject matter which are not limited to software-related inventions but all mvent1ons to have

“technical character”. . o

In the past, on the occasion of Judgmg presence or absence of thls technical character with -
regard to software-related invention, European Patent Office has employed a “technical
contribution” approach in which it 1s decided on_th_e_ bams of whether a claimed invention has. -
contribution from conventional technology, but. there was such criticism that, since judgment
about patentable subject matter is conducted by contradistinction with: prior art, it is difficult to . -
understand a difference with an inventive step of an invention.

After that, in T769/92 (SOHEI decision) dated May 31, 1994, DG3(Boards of Appeal) of -
European: Patent Office 1ntroduces a concept of “technical consideration” in judgment about- .
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patentablity of a software-related invention, and by such a reason that; in case that “technical
consideration” regarding means for solving a problem of an invention is required to realized an
invention, the technical consideration gives a technical nature to an invention, and also, a
technical problem which is resolved by a potenuai technical nature in such a case, it perrmtted
patentablity of an invention. ‘

By this decision, patentablity of a software-related invention in European Patent -
‘Convention becomes to be judged, not by contradistinction with prior art but only by a nature of a
claimed invention, and we can say that it is an epoch—makmg dec1510n Wthh changes G
conventional approach of technical contribution. . o e

“Also, in T1173/97 (IBM decision) dated July 1, 1998, DG3(Boards of Appeal) of European s
Patent Office showed such a judgment that a computer program product having technical nature -

~ becomes a patentable subject mattet and “[normal] physical interaction between software and
hardware” is recognized, and in case that there is “further techmcai effects” surpassmg that, it can:
be said that the technical nature exists. o :

- Also, in IBM decision, willingly shown is such judgment that.the concept of “technical
contribution” which was used for conventional judgment about presence or absence of technical
nature is appropriate for examination of 1nvent1ve step, and is not appmpuate as Judgment of

_ -whether being a patentable subject matter or not, SR -

In response to the above-described decision, practices of European Patent Office has been -
moving forward in a direction that patentability of a software-related invention is widely -
recognized. However, at a diplomatic conference for discussing about revision of European
Patent Conveation in 2000, it was proposed to delete “computer program” from a non-patent list =
of Article 52(2)(c), but majority agreements could not be obtained, and acceptance of proposed ‘
revision of Article 52(2)(c) was shelved. : :

On one hand, from a framework of Buropean’ Umon (EU), a committee of EU proposed =
“Ditective’ of the FEuropean Parliament and of the Councﬂ on the patentablhty of -
computer-implemented invention” in February 2002. ‘

In a proposed directive, it is shown that member countries confirm that a -~
computer-implemented invention is claimed as an “programmed apparatus” or a “process which
is carried out by an apparatus through execution of software”, and a computer-implemented *
inveniion belongs to a field of technology, i.e., is one which has a techmcal nature, and a
technical contribution should be considered in judgment of an inventive step. o

In addition, as for assessments of the proposed directive in various sectors, since it is one
which clearly specifies a software-related invention ‘as a subject matter of a patent, assessments
from open source-related organizations, which oppose software patents are not so high. Also, in -

-...the past, it was. possible for a.computer program. product.to becomes.a subject-matter-of a-patent, - - ..
but in the proposed directive, it is probable that one in execution becomes a subject matter of'a"_ "
patent, and there ware criticisms from software 1ndustry, saymg that there is almost no value for =
obtammg such patents. ‘ o co

With regard to the proposed'directive, votes in European Parliament are scheduled on June -
30,2003, but the votes was postponed since-an agreement in opinions was not reached. The
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postponement was until September, and such- a current situation in Europe that opinions are
drastically opposed with regard to grant of patents_ to software-related invention became apparent. , -

3. Patentable Sublect Matter in Practrces in J apan, U.S. and Europe : :

Hereinafter, with regard to subject matters of a patent (mainly, form of a clalm) in practlces _
in Japan, U.S. and Europe, examination gurdelmes judgments, decrsrons and so on in Japan, U. S
and Europe will be reviewed. . : :

According to examination guidelines of Japan Patent Office, software-related inventions
- are classified o 4 types of “program”, “recording medrum” “apparatus”, and “method”.
<1> Program ' \

“Program”; which identifies a plurality of functions that a computer reahzes can be
described in a claim as “an invention of a product

Even if ending of a claim which is described in a specrﬁcatron of a computer-related
invention is other term than “program” (e.g., OO software, OO printer driver, OO compiler etc.), .

in case that, when technical common knowledge at the time of filing an application is considered,

an 1nvent10n relating to a claun is clearly a program whlch identifies a pluralrtjrr of functlons e

that a computer executes, it is treated as “program”. However, in casc that a patent is clarmed as
program signal (row) or “data signal (row)”, it is impossible to identify “an invention of a
product” or “an invention of a process™, and therefore, it is rejected as ambiguous description.,

Also, a computer program list is simple presentation of information, and is not * ‘creation of
technical ideas by which a law of nature is utilized”, and therefore, is not an mvenuon ‘

In addition, it is clearly described in the examrnatron gu1de11nes that a program product Is .
not accepted as a patent. _

In the examination guidelines, 3 types deqcrlbed in the foliowmg table are recommended as
a method for describing a program clalm

Example 1 | A program for havmg a computer execute a sequence A a sequence B,a -
- | sequence C, . o
Example 2 | A program for having a computer function as means A, means B, means |
C, ..
Example 3 | A program for hdvmg a cornputer realize a function A, a ['unctlon B a
- | function C : : :
<2> Recording Mediurn

" Tt is possible to describe “A computer—readable recording medium in which a program was "
recorded”, or “A computer-readable recording medium in which recorded was data having a:"
- structure” by which’ processmg contents, that a computer executes, are identified by a structure of

recorded data, in a claim as “an invention of a product”. '
In addition, in Japan, with regard to a transmission medium, normall'y,: it means a medium
having a function for transmitting information of a communication  network and so on.
Therefore, to describe that a specific computer program is being transmitted on somewhere of a
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transmission medium at any time does not mean that a transmission' medium was identified as'a"
“product”, and as a result that there is no technical relation between items for identifying an
invention, an invention becomes ambiguous, and it is rejected as ambiguous description.
In the examination guidelines, 4 types described in the followmg table are recommended as
a method for describing a recording medium claim. - ‘
Example 1 A computer-readable recording medium in which a program for having
a computer execute a sequence A, a sequence B, a sequence C, ... was
recorded
Example 2 A computer-readable recording medium in which a program for having
- . a computer function as means A, means B, means C, ...was recorded
Example 3. A computer-readable recording medium in which a program for having
a computer realize a function A, a function B, a function C, ... was |
‘ recorded '
Example 4 | A computer-readable recording medium in which data havmg A
structure, B structure, C structure . Was recorded

<3> Apparatus :
A software-related invention can be clatmed as an apparatus or an equlpment havmg

hypothetlcal means ‘as clements which is realized by cooperation of software and hardware "

resources. In addition, a computer system equlpment and so on are mcluded in this category

<4> Method
' A software- related invention, when it can be expressea as ‘a_series of processes or
operations whtch are connected in chronologwal manner, that is, as a “sequence”, can be
described in a claimi as “an invention of a process” (mcIudmg ‘an 1nvent10n of a process of -
manufacturing a product”) by identifying “sequences” thereof. o
. On the occasion of describing a software-related invention in a category of a method, there
isa necessity to clarify whether that step is conducied by a person or by a computer. (e.g., as to
“step for selectmg 00" efc., since an examiner may point out that it is hot clarified about whether _
that step is conducted by a person or by a computer, and therefore, caution is needed.) -

U.S. : _ _
'In the U.S., in February 1996, guidelines to a computer-related invention was announced,
and in accordance with it, examinations have been conducted. In the guidelines, statutory
subject matters which are patentable, and non-statutory subject matters which are not patentable
are explained, respectively. Summary of statutory subject matters and non-statutory subject
~matters:-which are‘explained in the guidelines; are as follows. BRE

<1> Statutory Subject Matter e . : -
- In case that a claim defines a useful machme product by combmanon of hardware and
software it is a statutory subject matter as a product claim. s
- A claim of a computer program recorded on a medium, whtch has data structure/functronal'
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interrelationship among functional descriptive materials, is a statutory subject matter. o
- In case that a process requires a physical operation in manipulation outside a computer and
is independent from steps which are executed by a computer in which a program operates, and

these operations manipulate physical subject matters, and a result. thereof is one which gives a. - '

physical attribute, and structure, this process is a statutory subject matter. -

<2> Non-Statutory Sub;ect Matter - : e
.. Among functional descriptive materials, a list, Wthh represents data Structure and a,

program of a clifii being away from a legible meditif; 1§ niot a statutory siubject matter, -

As a descriptive material having no function, a descriptive material, which can -not show a
functional interrelationship with execution- of computation processes, is not a statutory subject. -
matter since it does not figure out a machine, a manufacture and combination of them. '

A claim of a computer-related invention which is configured only. by a descnptwe matenal g
is a non-statutory subject matter, in the same manner as. art etc. = s

A descriptive material in which fact data such as music, hterature etc are sxmply la1d out _
and edited is not a statutory subject matter since there is no functional mterrelat10nsh1p with 2
calculation processing process etc. and it is simply stored. o : - -

One which handles only an abstract concept, or a purely mathematlcal algonthm is. a
non- statutory subject matter even if there ex1sts a fact that it has some utility. -

In addition, As a"claim which was aetilally patented, firstly, an apparatus claim, a method-
claim and a recofding medium‘ claim are permitted 'as a ma'tter of eourse A program product

B kN e e Lo L B

USPN5826021) and a signal claim (e.g:, claim 36 of USPN6343321) whlch are not allowed in
Japan are also perrmtted

Europe . C
As described before, in the past in European Patent Law, an invention of a computer'

.program is put into-a non-patent list regardless.of a content thereof, and a patent right was not ..

granted thereto. However, in decisions of T935/97, and T1173/97, the guidelines was revoked,
“and it -was judged that a computer program becomes a subject matter of a patent.

* In this decision, “as such” which means “itself” is construed rigorously, and it was dec1ded. :
that a patent application is excluded only ‘about a program itself (“as such™). That is, it is
possible to make a decision that a patent is-allowed if it is one which is not “as such” and has.a -
technical nature. | : e o
- What is important here is what is the technical nature. The technical nature means as
follows : '

<1> There exists a techmcal problem to be solved o

- <2> There exists means for solving that technical problem. :

<3> There exists a technical advantage of an invention. T -

<4> In order to use it by a computer, technical conmderatlonftechmcal knowledge are
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necessary. :

" In order that a computer program- is found to be an invention which can be patented,
necessary is a further technical effect which surpasses a normal interaction which is obtained by
having a computer program operated on hardware. This “further technical effect” is a technical
character, and speeding up on the occasion of executing a program, and speeding up ‘of data
transfer also correspond to this.

Also, With regard to a medium claim, after the decisions of T935/97 and T1173/97, it was -
judged that a computer program which was recorded therein, is approved as a patent ifithas a
technical nature. B : 2 SEI

In addition, as a claim which was actually patented firstly, an apparatus claim, a method
claim, and a recording medium claim are pérmitted as a matter of course. ~ Besides that; a
- program product claim (e.g., claim 10 of EP0802478), a transmission medium claim (e.g., claim -

- 15 of EP081386), and a signal claim (e.g., claim 1 of EP0624042) ‘which are niot aliowed inJ apan
- are also perrmtted in the same manner as in the U S. : o

Comparison of Japan, U.S. and Europe - : _
- Examination guidelines, and actual examples for descnbmg claims in each country were -
described, and will be summarized as follows. '

Category Japan | - US. Europe

‘Program ' 9] A* A*

| Program product X (o8 0

| Signal (row) _ X 0 0

| Recording - -~ - - medium L0 0 0
(manufacture) o - N

Transmission medium X 0 0

Apparatus, system 0] 0 0

Method 0 o) 0O

* In U.S: and Europe, there exists an example that a program claim is patented but a predommant

case is a case that it is descnbed asa program product clalm

Comparing patentable subject matter about software-related inventions, we feel that there -
- are many cases in which subject matters are not permitted with regard to Japan, as compared to
U.S. and Europe. We are’ of the thought that this is because it relates to whether a -
software-related invention is judged as a matter of form, or judged substantively. Hereinafter,
we will express our view briefly. T
s 1. JApaN, there.is a.definition.provision.in.Article.2, paragraph.1 of Patent Law....In.current. .. ...
Patent Law and examination guidelines, an invention as “creation of technical ideas utilizing a
law of nature” is judged depending upon whether an invention described in a claim utilizes
- hardware resources or not. That is, if someone wants to obtain a right in Japan, the invention
has to be one utilizing a law of nature as 2 matter of course. - “However, in U.S. and Europe there
exists no-definition of “creation of technical ideas utilizing a law of nature™; o
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In contrast to this, in a software-related invention in the U.S., we has an impression that one
of any style is approved as a patent, if it is a patentable subject matter at the same time. In
Europe, it _appears that a patent is approved if it has the “further technical effect” which is
obtained by operating a computer program on hardware substantively. That is, we. feel that, in
both of U.S. and Europe, a software-related invention is substantively judged as a content thereof.

In Japan, a definition provision of an invention is provided, but, what becomes an issue in

particular. by this is an application from overseas by PCT. In PCT, it is. impossible to make

changes of a spemﬁcatlon as a maatter: of fact in a stage of transfemng to a domestic phase.

““There is no problem if, on the occasion of filing an application in foreign countries, filing an~

application also in Japan is considered from the beginning, and the description is madc by taking .
“creation of technical ideas utilizing a law of nature” into consideration.  However, in case of
description in which the definition provision in Japan is not considered, there may be a case that :
amendment is not allowed in a stage of transferring to _Jap_an_and it is not possible to obtain a
right. : ,
- As above, conceivable is a case that even an invention wh1ch is judged to be patentable in
U.S. and Europe 1s judged to have no patentablity since it is judged as.a matter of form by the .
deﬁmtlon provision of an invention which is provided in Japan. We feel that 1mplementat10n of
a formal judgment by this definition provision of an invention is a reason that it becomes difficult .
to obtain software—related patent in Japan as compared to U.S. and Europe.
From a viewpoint of real:zmg international harmonization of patent laws, we feel that there -

- is a problem in this definition provision of .an invention. We are of thc.tho_ught that judging an

invention more substantively also in Japan to, as a result, grant a right for a software-related .

invention to. be protected further promotes inventions, and. thus, contributes to development of . -

indusiry. To that end, we think it necessary to focus on a substantive judgment not-but a formal .
judgment of a definition provision etc. of “creation. of technical ideas utilizing a law-of nature”.
efc. -

4. Merits of Describing in Each Claim Form _ __
(1) Legal Systems in Japan and U.S. regarding Effect of Patent Right =
As a premise for a later study, we will review scope provided in Japan Patent Law, to which

effect of a patent right is extended. - In addition, w1th regard to European patents, since it is:. . |

provided that “any infringement of an European patent shall be dealt by national laws (EPC .
Article 64(3))”, because of space limitations, we will avoid to enter into a study of national laws
in Europe and refer only to a patent right in Japan.

]_am o . : y .

Under J apanese Patent Law a patentee shall have an. excluswe rlght to commermally work y
the patented invention (Artlcle 68). . Concrete acts of working are. provided in Article 2,
paragraph 3 classified into. “an’ invention of a product” and “an invention of a process”. ..
Therefore, those acts of an unauthorized person as business directly infringe a patent right.
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‘In case of an invention of a product, a direct infringement is configured by a fact that an
unauthorized person manufactures, uses, assigns etc.; imports or offers for assignment etc. of the
product. In 2002 revised Patent Law, it is clarified that a program is treated as “a product”, and

to provide a program through a network corresponds to “assign™ and an act of mfnngement a

which is important from a viewpoint of a software-related invention.
In case of an invention of a process, only using that process constitutes an act of

~ infringement. ‘However, in case of an invention of a process of manufacturing a product,*
besides that, to use, assign etc., or import, or offer for assignment etc. of a product which was

produced by that process also configures an act of infringement. In 2002 revised Patent Law, a

program is treated as “a product”, and therefore, for 'exa.niplc with regard to an automatic -
generating method of programs and data (compile efc.), it is important that effect of a patent ught*

extends also to selling a program and data which was produced by using that | process

Also, even not corresponding to direct infringement, certain acts are deemed to infringe a

patent right as indirect infringement.

Concreétely speakmg, firstly. as one mode of conventional indirect infringement, it is said

that, with regard to an invention of a product, commercial acts of manufacturing, assigning etc:,

or importing or offering for assignment etc. of, a product which is used only for manufacturing of ™
that product, and with regard to an invention of a procéss, commercial acts of manufacturing;

assigning etc., or importing or offering for 3331gnment etc. of a product Wthh is used only for
‘use of that process, configure indirect infringement. : '

As one' which was newly provided in 2002 revised Patent Law, even if it is one which is -
indispensable‘ for resolution of a problem by an invention, in case of manufacturing, assigning etc. -

or importing‘br offering for assignment etc. of, other things than one which is generally widely

* distributed in’ Japan, in case that it was known that the product is used for working of ‘the -

invention and the invention is a patented invention, it becomes indirect infringement. -

In relation to a software-related invention, since “a program” is included in “a product” in
Patent Law, for example, acts of manufacturing etc. a module as a component of a program may
correspond to the latter indirect infringement.

U.s.
 In U.S. Patent Law, a patent gives to a patentee a right (exclusive right) which excludes

other persons from manufactuﬁng, using, selling, or offering for sale of, or importing in the U.S., '
~ . an invention which was claimed in the patent, in the U.S. during a period of patent duration. In

case that these acts were conducted, it becomes direct infringement of a patent right.- _
In U.S. patent Law, modes of direct infringement of a patent right are not provided

-~classified into-an invention of a-product-and-an invention-of-a process as-in Japanese Patent Law, oo

but “Sale of an apparatus does not become sale of a process, and a process claim is directly ™

infringed only by working a patented process”(Joy Technologies, Inc. v. Flakt Inc. (Fed. Cir.

1993). " Thus, sale of a product, in which use by other persons becomes workmg of a patent

raises an issue of “contributory infringement” which will be described later.

Also, ‘with regard to a process patent, in ‘case that a product which is not patented is
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manufactured by a process. which is patented, acts of importing, selling or using the product .,

without any authority becomes infringement of a patent right in question. .
U.S. Patent Law. provides 2 kinds of modes of “indirect infringement” of . “Contrlbutory_-

Infringement” and “Active Inducement of Infringing Act” besides the above-described “direct

infringement”. L e
With regard to the “Contributory Infringement”, in case of selling a constituent element of

an invention, in case that the constituent element is an important portion of the invention, and .

particularly manufactured or re-modeled for use in the patent infringement, and the constituent ..

element is not a commercial prodict or 4 gencralized prodict which “¢an be used Wwithout™
infringing a patent right, and in case that a seller knows existence of the pateﬁt right and a use
intention of the constituent element by a purchaser, the seller accepts resp0n51b1hty as an indirect
infringer: . : : ‘ .
Also, in case . that a person encourages and a331sts acts of 1nfﬂngements by other pcrsonsl =
knowingly, it constitutes the “Active Inducement of Infringing Act”, and the person who made ...
such encouragement etc. takes responsibility as an infringer. :

()] Advantage of Descmbmg in Each Claum Form . : '
In Japan, by a 2000 revised examination guidelmes it became possxble to descrlbe a cialm 3
of a software-related invention in “a program” form. Roughly classifying claim forms of a -
software-related invention, a claim of a category of a product is “program”, “recording medium”,. -
- and “apparatus”, and a claim of a category of a process becomes “method”. - In general, since an; -
infringement product actually exists as a product, it is easy for a claim of a category ofa pr(_)du(_:,t'
to be asserted than a ciaim of a category.of a process.. However, in case that service acis by a -
service company are considered, it is.also conceivable that it is easy for a.claim of a catcgory ofa
process to be asserted than a claim of a category of a product. Furthermore, scopes to which:
~ effect is extended do not match with each other between mutual claims which .bel‘ong to a. :
category of a product (“program”, recordmg medium”, “‘apparatus’). : o
.. With regard to the “program”, in Japan, further, by 2003 revision of Patent Law it was: :
clarified that it is included in a category of a product from a viewpoint of 2000 revision of Patcnt' .
Law (Article 2, paragraph 3, item-1). In contrast to this, in the U.S., it has not yet become even.
a subject matter to be protected. On this point, in the U.S., by describing it as a “program

L T4

product” claim, it appears that a program is captured as “a product”, and permitted as a subject .. |

matter to be protected, With regard to a program product claim, scope that effect is reached has
not yet been clarified at current stage by judicial precedents, but it is considered to be a concept
representing an cntife’t_y of ones which use a program as a product. For example; it is a package
product, one which is soled through a network and so on:  Also, it appears that it is construed so
as to include also a hardware apparatus etc. .in which the program was installed. Adversely, in
Japan, by such a reason that a subject product is indefinite, a program product claim is not -
permitted as a form of describing a claim. Also, with regard to a “signal (row)” claim and a

“transmission medium” claim, in Japan, they are not. permitted as a form of describing a claim, . -
but are permitted in the U.S. = The signat (row) claim is one which expresses signals (row) such -
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as computer signals, and the transmission medium claim is one which expresses a medium in
which computer signals etc. are transmitted. A reason that ‘claims of these forms are not
- permitted in Japan is that, as to the former, a category that an invention to be patented belongs to

is ambiguous, and as to the latter, there is no technical relationship between items for identifying

'an invention. :
As above, in addition to a fact that scope that effect is reached differs with respect to each

claim form, claim forms which can be described in Japan / U.S. differ. ' Furthermore, as will be -
described hereinafter, even in case of the same claim form, scope that effect is reached differs -

“between Japan and U.S. :

With regard to an invention of a product, a provision of acts of working in Japanese Patent
Law provides acts of manufacturing, using, assigning etc., or importing or offering for
assignment etc. of, the product” (Article 2, paragraph 3, item 1) as patent infringement. In
contrast to this, a provision of acts of working in U.S. Patent Law provides process, machine,
manufacture, composition of matter as subject matters to be protected and provides that “whoever
‘makes, uses, offers to sell, or sells or imports any patented invention” (Article 271(a}) infringes a
- patent. Therefore, with regard to an invention which was described by claim forms of a
recording medium and an apparatus, protection can be obtained similarly in both of Japan -and
U.S. Also, with regard to an invention of a process, it is apparently separated from an invention
of a product in Japan, and it is provided that “acts of using the proceés” (Article 2, paragraph 3,

item 2) configure patent infringement. On one hand, in the U.S.; not separated from an -

invention -of a product, it is covered by “use” in Article 271(a). Therefore, although there is a

legislative difference as described above, also as to a claim which was dusunbed by a p"ocess =

form, protection can be obtained similarly in both of Japan and U.S.~

However;, between Japan and U.S., scope to which effect of a patent right is extended -
differs from a legal viewpoint. For example, in U.S. Patent Law, permitted is a method of
describing a claim by a means-plus-function form (Asticle 112, paragraph 6).. " In case of having’
described in this form, scope to which effect of the patent right is extended is construed in a"-

limited way to an embodiment which was described in a specification and its equivalents. © On
one hand; in Japan, permitted is a method of describing a claim by connecting “means for .

However, scope to which effect of the patent right is extended is not necessarily construed ina’

limited - way to an embodiment which was described in a specification and its equivalents.

Furthermore, with regard-to indirect infringement, in U.S. Patent Law, it is captured as .
“Contributory Infringement” and “Active Inducement of Infringement Act” (Article 271 (b}, (c)). -
Also‘in Japan, by 2002 revision of Patent Law, an objéctive 7requirem’ent is deleted, and a text of -

'adding a subjective tequirement is added so that formation requirements of indirect infringement -

~was-alleviated-(Article 10 Ly -item-2; dtem 4):-- In-more-detail; by-deleting the term‘ of “use only-for- o i

...”, deleted was a requirement that a physical object of indirect infringement is limited to an =

exclusive use product to a direct infringing product. ~Therewith, added are subjective

requirements that <1> an infringer knows existence of a patented invention and <2> an inftinger

knows that the product itself is used for' working an invention. ‘As above, it was revised to a
content similar to the “Contributory Infringement™ in U.S. Patent Law.  In addition, on a point
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that there ex1sts no concept of “Actlve Inducernent of Infrmgmg Act it is dlstmct from mdlrect :
infringement in the U.S. - ‘
As a concrete example in whu,h the dbove~desc,nbed dlfference occurs, we will think about .
dlstnbutlon of computer programs through a network. . _
. In case that assumed were modes of workmg such as transrmssmn “and download of a
- program, in Japan, it is possible to prepare a “program” claim, whereas, in the U.S. it is popular .
to prepare it as a “program product” claim. How_e_ver, in the U.S., it is possible to prepare the .
“signal (row)” claim and the “transmission medium” claim. In the U.S., in case of describing a .

Slaimn of “means-plus-function form, scope t6 Which efféet of the patent Tight is extended is™

construed in a limited way to an embodiment which was described in a specification and its
equivalents; and therefore, caution is needed. With regard to indirect infringement, in Japan
wherein there exists no way of thinking of “Active Inducement of Infringing A_ct’.’,.there is a.
necessity to prepare a claim assuming this separately. : : :
As above, advantages that a software—related 1nvent10n is descnbed in each clmm form.
differs vastly between both countries. In this connection, in the following “5. Study by use of
_Hypothetical Examples”, by use of hypothetical examples which are proper to a software-rela'_ted,‘_ :
invention, it will be studied about what form of claims should be prepared to be useful in Japan,
U.S. and Europe with respect to each example. We would appreciate if a reader would read it. -
from a viewpoint of studying by what form of claims business values are appropriately protected.

In addition, with regard to also Europe, a claim form which can be described differs. from. - -

- those of Japan and U.S. However, with regard to scope that effect of a claim is reached, it is-not-
provided by European Patent Convention. taking -the_ circumstances of each country into
consideration, but ieft to a iegal system, in each country. In this connection, in Europe, we will.
not consider indirect infringement and will consider only about direct infringement.

s. Study by use of Hypotheucal Examgl .
(1) Act of Installing Program in Hardware such as Computer

. - With regard to an act of mstalllng a program, it will be studied about whether an act of a. .
program provider constitutes infringement or not. Also, an act of installing. a program in -
hardware is an act of storing a program in a hard disc (recording medium} of hardware, but it will
be considered including whether providing a program for that purpose constitutes infringement or.
- Since. treatment differs b"etweerg <1> one having a nature pre-installed in hardware such as
an operating system (OS) and <2> one such as a game for individual user having a nature .
installed by a user, they will be studied distinctly:

Japan : .
<1> Act of Pre—mstalhng in Hardware

It con‘esponds to direct mfnngement (act of manufacturmg) to a program a recordmg-
medium or an apparatus claim. For a process claim, a fact that a progra_m was executed (act of .
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use) becomes a requirement of direct infringement. In this case, a person who execuies a =

program is a user and execution of a program by a user is not an act “as business” (commercial
act). Therefore, an act of providing a program does not correspond to indirect infringement.

In addition, with regard to indirect infringement, a so-called independent theory in which it is an

essential requirement that there was direct infringement and ‘a so-called dependent theory in
which presence or absence of direct infringement is not required stand face to face, but in a

- judgment of 2001 (NE) No. 240 of Osaka High Court dated August 30, 2001, issued was a -
judgment for supportmg the dependent theory, and therefore the dependent theory is employed '

here.
<2> Act of Installing by User

" With regard io whether this act constitutes infn'ngemen["er not, from a handling viewpoint, -
it is classified into a package product (P) and a product which is downloaded through-a network
(). In case of the package product (P), it corresponds to direct infringement for a program, or a

recording medium- claim {act of ‘assignment), and does not correspond to both of direct

infringement and indirect infringement for an apparatus, or a process claim. In case of the
product (N) which is downloaded through a network, a recording medium clalm does not
correspond to both of direct mfrmgement and 1nd1rect mfnngement which pomt is dlf[erent [rom '

the package product

U.S. and Europe

Tn the U.S.; a program claim is not permitted as a‘ferm of description, but as one which
corresponds to this, a program product claim is permitted as a form of description. Therefore,
both of <1> act of installing in hardware and <2> act of installing by a user correspond to direct -
inffingement to a program product claim, in the same manner as a program claim in Japan.  In"

Europe, if “further technical effects” are found, both <1> and <2> correspond to direct
infringement for each of a program claim and a program product claim.

Also, in both of U.S. and Europe, a signal (row) claim and a transmission medium claim
can be prepared as claim forms of description. With regard to a signal (row) claim, each act of
<1> and <2> becomes direct infringement, and for a transmission medium claim, only the

product (N) which is downloaded through a network corresponds to direct infringement. |
' Furthermore, in Article 271 of U.S. Patent Law, since working “as business” (working

commercially) is not provided as a requirement of patent infringement, with regard to the act of -
<1>, indirect infringement is established for a process claim. Also, in the same manner, with -
regard to the act of <2>, indirect 1nfr1ngement is estabhshed for a recordmg medlum an

apparatus ‘or aprocess claim.

Conclusion

Summarizing the foregoing, the foIlowing' table is obtained. In the table, “<1>" represents - :

an act of pre-installing in a hardware, “<2>pP” represents an act of installing by a user (package
product), and “<2>N” represents an act of installing by a user (downloaded product), “O”

represents direct - infringement, “A” represents ~indirect infringement, “X” represents'
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non—mfnngement and “-7
addition, with regard to the U.S., there is an example that a program claim was permitted, but
since it is not common, it is treated as “claim whose description itself is not permitted”. .

represonts a claun form whose descmptlon 1tself is not perrmtted I_n -

Claim Form Japan Us. Europe.
11z [ <22 | 22 | <12 ] <2> 1 <2> | <1> [ 2> ]| <2> |
P N P N P N
Program O} 0 s} - - - 0 O 0
Program Product - - - - - O O Ol 0| O] O
Recording medium| O O | X | O|lO|A]JO{O|X
(manufacture) : ; : C : 4 b
Transmission medium - - - X X1 0 X X O
Apparatus, System - ' ol X| X 1| o A AlOo}| XX |
Process : X1 X X A A A X1 X X

From the above-described result, in Japan, in order 0 have each act of <1> and <2>
included in scope of claim, it is ‘effective to prepare a program claim. However, from a
viewpoint of amount of damages, it is desirable to also prepare an apparatus claim and a

'recordmg medlum claim. In U.S. and Europe, from a v1ewpomt of easiness of enforcement of a

right, a program product cla1m 1s ‘useful, but depending on 31tuat10ns it is good to prepare other::_ '_
clalms

(2)"'Aot‘o'f '.Tr,‘ansmitting and DoWnioﬁding Progfaﬁi -

T tha gama rannod as tha &}117\]:! n'F i1 \ wurith fnn—a fru an ot ~f
ALL riiv FRESTR §4 rat § 3] -4 (B3 iw] AP A ALY, Wil ivpaiu | w Lo

transmitting/downloading a program it will be studied about whether an act of a program

- provider constitutes infringement or not. AIso since an act of transnuttmg/downloadmg a

program is accompanied with an act of storing a program in a hard disc (recording medlum) of
hardware, it will be considered also including whether provision of a program for that purpose
constitutes infringement or not.

Japan
Any act of. transrmttmg/downloadmg a program corresponds to direct. mfrmgement for a

program claim (act of assignment), and does not correspond to both of direct infringement and
indirect mfnngement fora recordmg medium, an apparatus, or a process claim. .
In addition, in this example it is assumed that a person who receives a program (program_ _
recewer) is an ordinary user, but in case that a program receiver uses etc. a program “as business
(commcrcmlly) with rcgard to each claim form of descnptlon it.is characterized on a point that .
provision of a program (act of a transmitter) corresponds to 1nd1rect mfnngement and download ;
of a program (act of a receiver) corresponds to direct infringement. -

U.S. and Europe ‘
In the US., it corresponds to direct mfnngement 1nstead of a program clalm fora program_:
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‘-pro‘duct claim. In Europe, if “further technical effects” are found, for each of a program or a’
program product claim, it correspoinds to direct infringement. " In both of U.S. and Europe, it is
possible to prepare a signal (row), or a transmission medium claim, and for these forms of claims;
it corresponds to direct infringement. In the U.S., it corresponds to indirect infringement for a
recording medium, an apparatus, or a process claim. |

Conclusion

Claim Form ~ Japan Us. Europe -

Program - 0. - 0’
Program product - O o
Signal (row) - O O

| Recording : medium X A X
{manufacture) -
Transmission medium - O O

| Apparatus, System - X A X
Process A ' ' X A X

In Japan, in"order to prevent these acts, there is a necessity to’ prepare a program claim.
Also, in case of preventing a download act “as business”, from a Vlewpomt of amount of |
damages, it is good to also prepare claims of other forms of description. In U.S. and Europe 2
since there are a plurality of claim forms of description by which direct infringement is formed, it
will be studied to prepare a claim of form which depends on situations. In the US., taking
indirect mfmngement also into consideration, it is one of methods to prepare a recording medu.m B
an ‘apparatus, or a process claim. In addition, if there isa program or an apparatus claxm 11:
- appears that a recording medlum claim is not necessary : -

,(3) Act of Executing Program on Hardware such as Cornputer . _
" As typical examples, a compiler of a program and a generator of data are cited. In' this
example it will be studied focussing on these. -

Japan
*Anact of executing a program on hardware corresponds in Japan to drrect mfnngement to

- any form of claims {act of use). -

' In particular, with regard to a process ciaml in case that an mventlon 1s charactenzed ona

comprhng method of a program and a generation method of data, it is poss1ble to treat it equally

with a process patent. That is, even if there is no feature on a program ‘and data as an end

.product, if.it. can.be.proved.that.an. mfnnger uses.a. compﬂer Of-2- generator for workmg the s

process patent, it is possible to ldentlfy an mfrmgmg act.

. S and Europe ‘
- Also in US. and Europe except for a transrmssmn medrum clalm direct mfnngement is ~
--conﬁgured
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Conclusion : o o g . L
Claim Form . Japan - US. Hurope
Program L 0. - O .
Program product. . : Goem ‘ 0 Q
Signal (row) B O 0
Recording medium O 9] o}
(manufacture)
Apparatus, System -~ . 0 O O
Process 0 8] 0O

good to prepare an -apparatus claim. *~ Also, considering easiness of enforcing a right to a

business mode of providing services, a process claim is useful. In case that there is a feature on

a compiling method of a program and a generation method of data, a process claim is useful also

from a viewpoint described above. In addition, if there is ‘a program or an apparatus claim, it

appears that a recordlng medium clalm is not necessary.

(4) Act of Prov1d1ng Apphcatlon on Network (ASP Apphcatlon Serv1ce Pr0v1der)

From. a user-to ASP, it is.instructed to execute an application. . At the ASP. 31de the_ L
' apphcatlon is executed and its result is pr0v1ded to auser. That is, it.is an act of,havm.g a_u__ser:

Atioe F o e 1 l—.n 2 Framoraiftin .~ Py

. Frusn - i [
uaﬁ [« lullbtl\)u L }_.u.u51au1 WlulUl-ll- Lia.llb,l.ll.l.l—l-l IB <L [}1. Ela 11.
Japan

an act of ASP side corresponds to an act of infringement.

In Japan, for any form of claims, it appears that it corresponds to direct mfrmgement (actof

use or act of leasing). However there remains a doubt as to whether or not an act of having a

user use corresponds to use or lease of a product by an ASP service provider. In the same .

manner, it is doubtful whether or not an act of having a user conduct processes relating to a

program corresponds to use of a process by an ASP service provider. On this point, if it is..
studied about whether indirect 1nfrmgement is applicable, an act of having other person “use” or |
a product or an act of havmg other person “execute” a process does not become a subject matter
of Article 101 of Patent Law, and does not correspond to indirect mfrmgement However, in_ .
ASP services, it is apparent to use the program etc. as business, and everybody is waiting for a .

legal system in which infringement is clearly formed even in case that it is described in any

category. In addition, in case that a user conducts the act as business, it appears that it

corresponds to direct infringement for claims of any categories.
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U.S. and Burope
~ U.S. and Europe is in the same manner as in Japan. The act of interest corresponds to" -
direct infringement for a signal (row), or a transmission medium claim.
In the U.S., an act of having a user use a program etc. or an act of having a user execute
“processes relating to a program corresponds to Active Inducement of Infringing Act. Therefore, '
comparing to Japan and Europe, existence of mfnngement mcludmg indirect 1nfrmgement
becomes more apparent. - :

-Conclusion
- Claim Form Japan - US. . Europe
Program . : : o R o
Program product ' - - 0 0
Signal (row) - - 0 0]
Recording medium| O 0 o
(manufacture) B ' ' c -
{ Transmission medium ~ - ‘ - 0 0
‘[ Apparatus, System ] O 0 0
Process 0 Q- 0O

They constitute direct infringement for claims of all description forms, but as described
above, since there is a portion wherein a doubt remains, it is desirable to additionally describe =
claims of other description forms. ~Also, it is preferable to prepare an apparatus claim from a
viewpoint of amount of damages. In case that the act is understood as a service act, it is also -
conceivable that a right is easily enforced if a process claim is prepared.  Also, if it is considered -
that a result product by ASP service is returned to a user, also from a viewpoint of catching the
result product, significance of preparing a process claim is big. In addition, if there is a program

or an apparatus claim, it is considered that a recordmg medlum clalm is not necessary

(5) Dédicated Machine having Equivalent Function to Program of Interest and its Act of Use
" Functions which are equivalent to those of a program whzch becomes a subject matter of an -
mventlon are constltuted as hardware of an electromc c1rcu1t etc : - '

" For an apparatus claim, direct infringement is constjtuted, and with regard to an act of using
the ‘dedicated machine, direct infringement is constituted also for a process claim. Since a
program itself is not used, for a program or a recordmg medlum clalm w1thout room for‘
..\‘.sargument mfrmgement is-not. constltuted o : ‘

.S, and Europe

"~ They are in the same manner as in Japan. With regard to also a signal (row) or a
transmission medium claim, since a program itself and a transmisston medium are not used, in
the same manner as a program, or a recording mediuom claim, infringement is not constituted.
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Conclusion : L SR
Claim Form - Japan U.S. Europe

Program = _ X - X |

A Programproduct ..o oooobooooos b X X
Signal (row) ' o - X X
Recording medium X X X
(manufacture) ' ' :
Apparatus, System S O 0O O
Process ' D) O 0

In Japan U.S. and Europe in case of preventing an act of this modc 1t 18 necessary to
describe an apparatus claim at rmmmum Also it 1s necessary to descnbe a process claim . '
dependmg on 51tuat10ns

6} Act of Agency of Program Dlstrlbutlon by Prov1der _
For a certain program which is freely distributed on a network, in case that the program 1s'

an patent infringement product, there is a problem of how responsibility of a provider as an agent -

is considered. For example, it is a case that a mail service provider transrmtted an electronic:

mail through a mail service, i.e., a case that the ma1l serv1ce provider carries out a service of

accepting an electromc mail in Wthh a program as a patent 1nfr1ngement product from an,,.,_.__‘_f:

assignor, and of transmlttlng it to a final receiver through a plurality of servers on a network N

In case that a server on a network is simply a passing point of an infringement products, an o
act of agency by a provider does not infringe for claims of any forms of description However o
on the occasion that a provider goes between, it appears to be rare as an actual case, but, in Case‘_
that so-called subjective requirements of indirect infringement are satisfied, there is a p0881b1hty_
that indirect infringement can be asked for a program, or a process claim. S

As another example, the same is a provider etc. which provides a web hostmg serv1ce"_' '
(serv1ce for providing a system envrronment of a server, an apphcatlon and so on, and for '_ _
conductmg operanon/management/malntenance etc ), a chasing service, a shopping service and. .
so on, or an Internet connection service for that purpose. '

U.S. and Europe

For a program product, a signal (row), a recording medium, an apparatus, Or a process
claim, direct infringement is not constituted. However, in the U.S., with regard to a program"‘: "
product, a signal (row),.or a process claim, there may be a case that indirect infringement is
constituted in the same manner as in Japan. Also; in both of U.S. and Europe, with regard toa
transmission claim, it corresponds to use, and direct infringement is constituted.
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Claim Form Japan _ - U.S. Europe
Program - S A - X
Program product - A X
Signal (row) - A X
Recording medium X X X
(manufacture) ' ‘ .
Transmission medium : - 0 o
Apparatus, System X - X X
| Process A A X

In Japan,- it is dlfﬁcult 1o prevent an act of this mode, but cons1der1ng that there is a
possibility to be able to prevent as indirect infringement, it is good to prepare at least a program,
or a process claim. In U.S. and Europe, it is essential to prepate a transmission medium claims,
and furthermore, in the U.S., considering that there is a probability to be able to prevent as
indirect infringement, it is good to study about preparatlon of a program product a s1gnal (row)
ora process claim. :

N Acts by a Plurality of Companies
' This is an issue of how responmbrhty is considered in case that a plurahty of compames _
infringe one patent in their entirety. For example it is a case that a plurality of companies have

modules as program components in respective servers, and they are cooperated through - a’

network so that they infringe one patent.

Japan
Any claims of any forms of description do not correspond to direct infringement. In case

that so-called subjectwe requirements of indirect mfnngement are satlsﬁed for a program, or a
'process claims, it corresponds to 1nd1rect mfnngement o

U.S. and Europe - _ _ 7

Tn the same manner as in Japan, any claims of any forms of description do not correspond
to direct infringement In the U.S., in case that requirements of indirect infringement are
satisfied, for a program product, a signal (fow), or a process claim, it corresponds to indirect
infringement. Also, in case of an act of cooperating through a network, for a transmission
medium claim, it corresponds to indirect infringement.

....Conclusmn S ST
' Clalm Form Japan Uus. Europe
| Program ' A T X
Program product - A X
Signal (row) T A X
Recording medium X X X
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(manufacture)

- Transmission medium - e - A e X
| Process.... . .. AL VAL X

In Japan, U 5. and Europe even if clmmed in any form of desenp’uon it is 1mp0531b1e to
prevent the act as direct infringement, ~Considering a case of ‘preventing it as indirect
infringement,-it appears to be good to: prepare a program claim (program product claim in U.S.
and Europe), or a process claim. - : S '

- In-addition, if possible, Clalms should be prepared W1th respect to each server to be
cooperated In such.a case, there occurs a-possibility to be able to-catch data etc. as an
intermediate product ina process claim. '
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with hardware may be unclear. The characteristic.:may not satisty the requirement for "cooperative.

work between hardware and software” required by Japanese software examination guidelines.

Therefore, this paper will - specifically. (i) study. examination practices .of description-
requirements of the claims in Japan and analyze the matters pointed out by examiners, (i) study
registrations in U.S. and compare claims and (iii) compare Japan and the United States. from the -
viewpoint of patent protection and discuss how it should be.. '

For the analysis of the examinations in Japan, cases rejected for the reasons umque to. the
' object-oriented technology were extracted. Most of the extracted cases were patented in the
United States, and, from the point of view, the United States is superior in the. protection of .
object-oriented software-related inventions. Because of this, the examination guidelines and
examination practices in Japan should relax the requirements for description of the claims in view
of the essence of the object-oriented technology.
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ANALYSIS FOR EXAMINATION PRACTICE RELATING TO OBJECT-ORIENTED
SOFTWARE INVENTIONS

1. lntroduction _

1.17 "Software System Devélopimient Using Object-Oriented Technology — :

An "object-oriented” technology' is one of software development methods. A group of
relatéd data and the procedures are collectwely managed as one ob]ect A software systém is - "
established by combining the objects. : A

More specifically, models mentioned below are created: _

- _Statlc Model: - Deﬁmtlons for classes and relations among classes. A class is a type or

template for an object. ‘The definition of a class includes a definition of data (‘attribute’)

" for controlling the object and a definition of an operation (¢ method’) to be executed by the
object on the attribute of the object. Therefore the definition of a class essentlally deﬁnes

a behavior of the object.

- Dynamic Model: A sequence for method calling from one object to another object. - This N

- dynamic model 1mplements a system as if eaeh ob]ect as an entlty can interact Wlth the N

other objects.

The object-oriented technology is a mainstream of software devel()pment methods because:: :

the object-oriented technology can facilitate the software modularization and the reuse and handlmg _
of modules as parts. The recent mew software develoPment methods including "dlstnbuted o

object-oriented”, "component-oriente
object—onented technology

"

and agent—onented" technoiogles are also based on the_

1.2 Problems in Patentmg Object-Onented Software Inventmns

This paper defines an invention relating to software developed based on the objec't-o’rient'et'lr ;
technology as "object-oriented software invention”. In the process for object-oriented ‘softWare'

development, technical ideas inherent to object-oriented software inventions are created in models ~ =

such as "class and relation among classes” and "interaction between objects” as described above.
In order to patent an object-oriented software invention in Japan, the existence of the

: -"Exammatlon guidelines Relating to Computer Software Related Invention™ (called "software

examination guideline” heremafter) provided by Iapan Patent Office must be considered. A
software invention is admitied as "a creation of technical ideas utilizing a law of nature” which is .
one of requirements for legal inventions when "information processing by soﬁWare_ is concretely
realized by using hardware resources that is, "hardware and software cooperatively work" as
required in the examination guidelines. - - |

Here, object-oriented software will be studied in comparison w1th traditional software
development methods from a hardware (computer) point of view. In a traditional programming

2003.9.1 7:28 PM 3/14
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method, variables indicatihg memory areas and prececiures as "computer executin'g' functions are
written. On the other hand, object-oriented software has following characteristics: First of all, a
system includes objects created from templates (‘classes’) instead of variables and/or procedures
reflecting hardware. From a computer point of view, an object is "a logical set of a memory area
and a procedure”. A system operation is established as an interaction between objects.’ ‘An
attribute of one object is concealed from the other objects (that is, object encapsulating). Thus,
one object does not directly access to the internal construction of the other object in the interaction . -
between the objects. The hardware construction has no relationship with the description of
intefactions between objects. As described above the 0bject~0riented teehnology is a kind of
abstracting method and is essentially a technology for concealing the relatlon between hardware and -
software. e _ .

In this way, the essence of the object—oriented technology is ditectly opposite to the
requirements of the examination gmdelmes in Japan with respect to the relation between hardware
and software. Therefore, whether descnptlon of the claims can satisfy the exammatlon guidelines

~ or not is 2 main issue for patenting object-oriented software mventlons in Japan.

1.3 Contents of This Paper

In view of the background as described above, this paper will review ‘t'he state of
examinations with respect to descnptions of the claims of object-onented software inventions.
More speCIﬁcally, first of all, examination cases in J apan will be studied with respect to deSCI'IpthI]S ‘
of the clalms and the tendencies of matters pomted out by exammers will be analyzed .
Farthermore, the state of reg1strat10n of applications in the United States corresponding to cases _
examined in Japan will be studied, and the descriptions of the claims will be compared
Furthermore, the way that the protection over the object-oriented software inventions should be will
be discussed, and: some ‘suggestioris ‘will be made agaifist. the ‘examination guidélinés -and
examination practices in Japan. '

2. _' ”Ahalysi_s of Cases E'xami_nedl_'ln Japan

.1 .. Cases o be Analyzed'

Applications relatmg to object-onented software mventlons were extracted and selected in
_two steps. ' ' ' ‘

e Pmnary Extractmn
- The Patent Gazette Database was searched in the primary extraction for extractmg
1. Extraction Population: Japanese Unexamined Patent’ A_pphcat_lon Publications and

Patent Gazettes; o S o SR s

2. Full-text Search: those including "object”;

3. Sub-class of International Patent Classification (IPC):  GO6F;
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4. Priority Country: the United. States of America (for comparmg the states of patenting -« -

.. between Japan and U.S:), : .
-5. - Nate of Final Necision; Januvary 1 2001 and thereafter (for extracting‘ cases applying cust
the revisions of Japanese software examination guidelines); and - '

6. ‘Reasons for Rejection: Cases rejected under Japanese Patent Law Secuon 29,
Paragraph 1, the main paragraph and Section 36 (for extractmg reasons. for rejection -

relating to description of the” claims).™ : T
_ : Based on these requirements, 87 rejected cases ‘and 145 cases as assessed for regrstratlon -
(hereafter referred simply to patented cases) were extracted.
(2) Secondary Extraction ‘ . o : - .
The cases extracted -in the . pnmary extraction mcluded apphcatrons not. relatmg to. . .
object-onented software inventions. Therefore, we checked inventions by reading Gaz_ettes of the. .
cases-exfracted in the primary extraction and extracted applications relating to .object-oriented
software inventions.  As a result, 10 rejected cases and 6 patented cases were extracted.

2.2 Point of Analysns :

We obtalned the fﬂe wrappers of ail of the extracted cases in the prevrous paragraph and -

analyzed the prosecution history of the extracted cases. More specifically, we analyzed whether

~-the pointed matters relating to description of -the claims, that is, the matters. pointed.-out by . --

examiners in Notification of Reasons for Rejection or reports on Final Decision for Rejection -or
pretrial Tecxaminaiion under Paient Law Section 29, paragiaph 1, the main paiagraph and Sectioir
36 include a tendency . inherent to or deeply relating to. the object-oriented technology or not.

Furthermore, by checking responses from applicants of the extracted cases and the examination. -
results. (especially of the patented cases), we analyzed. whether there is any useful suggestion on ..

~ measures that the applicants should take.- . L o
- The. apphcatlon numbers of the analyzed cases w111 be listed under Sectxon 8.1 together wrth .-

the states of patenting in Japan and' the U. S. and the types of reasons for rejection.
2.3 Tendencies of Reasons of Rejection

As a result of the analysis from the above-described _pdint of view, reasons. of rejection
inherent to or deeply relating to the object-oriented technology were divided into three categories':
1. Lacking of cooperative working between hardware and software;
2. . "Object" is not A subject; and ‘ :
3. Aclaimed subject is not clear, and the descnptron is contrary to the category
These categories will be described below in detail.

! Reference Document [4] is'a paper describing the tendenciés of reasons for rejection refating to description
of the claims relating to business method patents and the solutions and can-be applied to the entire software *
inventions. :
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2.3.1 Lacking of Cooperative Work Between Hardware and Software

This category refers to a case against Patent Law Section 29, Paragraph I, the main paragraph
because a claimed invention does not satisfy the requirement for the "invention" in Patent Law, that
is, "a creation of technical ideas utilizing a law of nature" since mformatzon processmg by software
is not concretely realized by using hardware resources": ' S

. <Description Examples of Claims>

A method for causing a computer to execute a procedure for instantiating a new application
subclass of an application base class for existing application code 'in an object-oriented
programming system {(OOPS) application that inciudes at least one said application base class and -

one or more creator subclasses of at least one creator base class, each said creator subclass, *

recognizing apredetermined application input and instantiating an apphcanon subclass of said

application base class, said method comprising the steps of: - :
“(a) registering to said QOOPS application a new said creator subclass having methods for

recognizing and registering t0 a memory a new said predetetmined application input and for reading -

out said application input from the memory and instantiating said new application subclass;,

- (b) updating a dynamic list object having methods for maintaining a list of references to sald
creator subclasses by executmg said list mamtammg methods to'add a reference to said new creator
subclass; - ' ' ' : -
(Claim 1 after the first amendment of JP-A-08-140440) -

<Matters-Pointed Out by Examiner>
"+ The claimed invention is only based on an artificial arrangement and does not utilize a law of
nature. “A computer is used as indicated by the descriptions, "causing a computer to execute” and
"registering to.a memory", but advancing the processing by storing and reading data to/from a -
memory is only the obvious form in computer processing. Since the claimed invention does not
have a technical matter beyond the obvious form, which cannot satisfy the reqmrement
"information processing by software is concretely realized by usmg hardware resources." = '

<Regard1ng Response by Applicants>

In all of the cases pointed out as dcscnbed above, the description in the claims of the obvious
form of computer processing such as causmg a computer ‘to execute" and "registering to a
memory" only clarified that the "processing” was performed by a computer ‘instead of a human
being and could not avoid the lacking of the cooperative work between hardware and software. -

'2.3.2 "Object" Is Not A Subject : e ke L e e

<Description Examples of Claims and Matters Pointed Out by Examiners>
This category refers to cases violating Patent Law Section 36, Paragraph 6(2) because "the
invention is not clear" the claim describing an’ operation ‘of which the subject is the object of the -

1"

invention, as indicated in the description, "an object executes ...".
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In the reasons for rejection, the examiner asserted "since the subject of the execution is a- .

computer, the object, which is software, is the target of the execution and cannot be the. subject of

" the execution.". This pointed-out matter is.unique to:-the object-oriented technology-and is .-~ "~

therefore extremely distinctive.

<Regarding Response by Applicants> .

‘Fotit ¢dses have been I‘CjeCtEd ‘baséd on the above—descrlbed pOlIlEEd 20t mdtter and I'BCCIVBCI‘:"""’ B

the final decision for rejection or were pending at appeal trial.. .

However, the reason for rejection based on the above descnbed pomted—out matter was
overcome in one case (JP-A-09-154688) as a result of the amendments for describing an apparatus
as a subject by using the description, "an apparatus functioning as an object” in.the apparatus claims

and method claims when one object was bound to one apparatus.- Therefore, as described above,
 for such cases, the claims may be described conventionally. :

2.3.3 Subject Of Claims Is Not Clear and Description Is Contrary To Category -

This category refers to cases against Patent Law Section 36, Paragraph 6(2} because "the - -
invention is not clear” since the subject of the claims is not clear and/or the description of the claims...

is contrary to the category.
(1) Case Pointed Out As The Subject of Claims Being Not Clear
<Description Example of Claims>

PR e e-p - [T T ET
L

"A message processmg meihod for exebutulg uy an: agcm COMNIMUNILY W
regular agent for sending a message packet to request processing of said message packet; a plurality .

Cii. inciuacs. g -

of service provider agents for processing said message packet and a facilitator agent for managing-. -

service provider agent identification information and service provider agent classification
information, said method comprising the steps of:: |

-(a)  receiving a message packet sent from said regular agent : :
b deterlmmng whether or- not sa1d recewed message packet conforms to a predetenmned :
(c) guiling of said facilitator agent to determine whether or not a service proVideragenf having “-
a predetermined service provider agent classification information is available; ... ‘
(JP-A-09-154688, Claim 1). .-

<Matters Pointed Out by Examiners>

The subject or subjects of the steps such as "receiving" and "determining” of the invention are:
“not clear. Furthermore, since the "agent” may refer to a human agent, the targéts of the steps may
be an action (human mental activity) and/or operating steps (artificial arrangement) by a human
being (operator). Therefore, the entire invention may not use a law of nature since elements of the
claim may mclude steps to be performed by a human bemg '
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<Regarding Response by Applicant>: : SO

"Bach agent" was defined as "a function of one apparatus”. The pointed steps were -
rewritten as steps to be performed by an apparatus defining particular agents Because of the
description, the reasons for rejection were overcome. '

| (2) Description Contrary to Category of Invention

<Description Example of Claims>- -

"An object-oriented programming system having at least one apphcatlon compnsmg

- an application base class; : g S P

-one- or more creator subclasses of a creator base class, each said creator subclass having
methods for recognizing a predetermined application input and methods for instantiating an
application subclass of said application base class; and ... " (JP-A-08-140440, Claim 4) -

<Matters Pointed Out by Examiners> .

The invention relates to a system-only including software such as “classes™ and "methods”,
and the construction of the invention is not clear as an invention of a system, that is, of a product.
Furthermore, the concrete case that the "system” includes software such as “classes” cannot be -
determined. ' '

<Regarding Response by Applicants> :
. In the "system”, “classes” and "methods" are registered in the "memory”. Therefore, the
"memory" was described as a element ‘of the "system". - Because of the description, the reason for - -

rejection was overcome?.

3. Comparlson between Japan and the U S.

This section will study the states of reglstratlon and descnpuon of the Clalms of the U.S.
applications corresponding to the above-described pointed-out Japanese applications and will

- compare the applications between the United. States and Japan for each of :the above-described

categories. . _ : :
3.1 Lacking of Cooperative Work Between Hardware and Software

Nine of the ten pointed applications were registered in the United States. - The requirement,
cooperatwe work between hardware and software is s not clear in the descnptlon in the cialms of

all of the reglstered mventlons 4 -
In other words, software may be more protected in the Umted States in that software 1tse1f is

* However, "registering to a memory" "classes and methods is only an obvious case in eomputer
processing, and it was pointed out that the lacking of cooperative work between hardware and software could
not be avoided (against Patent Law Section 29, Paragraph 1, the main paragraph). '
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protected without cooperative working between hardware and software.
3.2  "Object" Is Not A Subject

All of the U.S. apphcatlons bemg the pnonty apphcatrons of the four pomted-out Japanese
Applications were registered. All of the claims describe objects as the sub]ects of the execution.

3.3 Sub]ect of Claims Is Not Clear and Descrlptlon is Contrary To Category of‘
Invention .

The cases pointed out that the sub}ect of the clalms was not clear received ﬁnal decmlon for .

rejection and were pending at appeal trial. The U.S. applications being the priority applications of .

the cases were registered in the United States. The claims of the U.S. patents clearly describe that
the subjects of steps are particular agents but do not define each of the agents as a function of a
particular apparatus. ‘ :

The cases pointed out that the descnptrons were contrary to the categones of the 1nvent10ns
received final decision for rejection and were pending at appeal trial. The U.S. applications being

the priority applications of the cases were registered in the United States. The claims of the U.S. .

patents describe that inventions relating to "systems" include "classes” and "methods".

- 4, Consideration

"This section will revxew the causes and mfluences of the clarlﬁed d1fferences between N
I apan, and the Umted Sl:ates in the prevmus section. '

4.1 Object To Be Protected As Patents

InJ apan Patent Law provides that an "invention” is "a highly advanced ¢reation of technical

1deas utlhzmg a law of nature (Section 2, Paragraph 1) and reqmres ari mventlon tobe’ 1rrd'ustr'i'a11y o

apphcabie (Sectlon 29, Paragraph 1, the main paragraph) As stated in Section 1.2., the

' examinations in Japan follow the software exarmnatron gurdeimes The seftware 'eXami'natierr
o gmdehnes state that software is apphcable to"a creatlon of technical ideas utilizing a law of nature’’
when "information processmg by software is concretely realized by using hardware resources '
On the other hand, examination gu1de11nes exist for software inventions also in the United States”
(MPEP2106). This U.S. examination guidelines describe a method for determining whether or not
a "computer-related invention” is applicable to a statutory subject matter to be protected under 35
USC 101. For example, when a computer-related invention is described in a. process claim, and '
when the description of the claim is limited to the practical application of the technology, -the.. -
invention is the statutory subject matter. . '

The object to be legally protected of software inventions will be compared between Japan and
the United States. In Japan, the claims must describe "concrete means in which software and
hardware resources. are cooperatively. working”. On the other hand, in the United States, the.
claims only need to imply "novel, effective and practical application” and are not required to.
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describe "concrete means in which sofiware and hardware resources are cooperatively working”.

~ Therefore, the requirements for description in the claims for the object to be protected as patents
relating to software inventions in the United States are milder than those in Japan.

4.2 Protection for Object-Oriented Software Inventions

- Furthermore, protections for object-oriented software inventions will be reviewed. Here,
cases relating to two of the three pointed-out categories described in Section 2 will be reviewed as
follows. The reviewing of claims rela.tmg to the remammg one category (Section 2.3.3) w111 be
omitted since the cases are few. : S

(1) © Cases Relating To The Point "Lackmg of Cooperatwe Workmg Between Hardware and

Software"

In the United States, software itself is protected without the description for "means in which

- software and hardware resources are cooperatively workmg The object-oriented software
inventions may be protected more than in Japan. R

*As described in Section 1.2., because of the characteristic of the object-oriented technology

that the relation between hardware and software is essentially concealed, the cooperative work

between hardware and software is difficult to express. Therefore, more cases were pointed out -

because of this point.
(2) Cases Relating to The Point "Object is not a subject"

As described in Section 2.3.2, the examiner points out "the subject of the execution is a
computer and the object, which is software, cannot be the subject of the execution.” This point
may be based on Example 2 of Section 1.1.3 (1) of the software examination guidelmes However,

as described in Section 1, in the object-oriented technology, an object as‘a subject interacts with the
other object so that -an operation as object-oriented software can be logically executed This 15

‘extremely naturally realized by persons skilled in the art. Therefore, a gap may occur in Japan
between the software exammatmn guidelmes and technical ideas reahzed by persons skllled m the
art and may be pomted out by examiners as ‘described in Section 2.3.2. '

On the other hand, in the Umted States inventions with descnptlons of an object" as a

subject are patentable Therefore, in the United States, the essential techmcal points’ of"

object orlented software are protected and the software mdustry can be more protccted

| 5. Suggesti_ons

~This section will make suggestlons agamst the exammatlo guldelmes and exammatxon' "

pra sin Japan from the above-described analysis and reviews.

5.1 Regarding "Cooperative Work Between Hardware and Software”.

When a claimed invention is clearly "software" in the description, the satisfaction of one of
the requirements for satisfying the invention, "ufilizing a law of pature" should be determined. In

other words, the requirement, "cooperative' work between hardware and software™ required for
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"utilizing of a law of nature", required in the examination guidelines should be deleted. = That is,
the description in the claims precludes operatlons by a human bemg and when the claimed
invention is clearly software, it is a common sense for persons skilled in the art that the software”
operates by using hardware such as a .CPU and a memory in a computer. . Therefore, the
satisfaction of the requirement, "utilizing a law of nature” should be regarded

The creativity in-object-oriented software inventions is exhibited not for the part relatmg to ..

““thecooperative wotk betweeri hiardwareé “and “software but for the “action, fiiction, natife or
characteristic of the software itself. Therefore, the creation of a unique function, characteristic or
the like should be originally protected. In other words, requiring the cooperative work with

hardware, which is less related to the creativity of persons skilled in the art and is hardly recognized .

by them, does not cause object-oriented software inventions to be protected properly. Especially,
handling object-oriented software as a component and advancing the functionality of the component

make full use of the creativity for the function, characteristic or the like of the software itself as a’~

component, apart from hardware.. When this is not properly -protected, the imitation of software
components may be facilitated.:- ' R ' '

- In order to achieve the cooperative work between hardware and software in description of the
claims, an operation by hardware such as "executed by a CPU" and "stored in a memory" involved -
in software processing may be described in detail. - However, the: details are’ only additional-:
‘information to techmcal common senses, wh1ch is meanmgless to persons skllled in the art

5.2 Regardmg “Object" As A Sub;ect

The description of an object as a subject should be admitted in claims. :
An examiner pointed out in reasons for rejection as follows: "From a technical point of view, . .
software itself is a target of the execution by a computer but not a subject of the execution. In -
other words, an invéntion describing software itself as an actton only claims a model itself of an
~ abstracted object (JP-A-09-329906)".. : _
However, it is extremely a common sense that a software deveIoper designs a software K
system by wrltmg interaction between objects as if the objects are a sub]ect based on the
ob]ect-onented technology. This'is a cha:actenst:c of the object- onented technology In other
~words, the expression, "model itself of the ob_]ect as pointed out by the examiner is important for
technical ideas to engineers developing software based on the object—onented technology.
Therefore, the expressmn describing an object as a subject is cléar to persons skilled in the art as
technical ideas and should be actively protected as an invention. Conversely, refusing the
expression may lack the protection of inventioris reialmg lo objecl—onenled soltware. _ _
The point, "from a technical point of view, a computer is a subject of the execution, whxle -
software itself is a target of the execution by a computer but not a subject of the execution”, pointed
out by the examiner is certainly true. However, even when the expression describing an object as
a subject is admitted, and when the related invention is a software invention clearly in description of
the claims, persons skilled in the art may not consider the claimed invention is unclear or
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5.3 . Fl_egarding Construction of Eixaminatibn G_tuit!eline_#

‘The description of the Japanese examination guidelines is a factor of examination practices
implying "patented if written like this" or "refused if not written like this" and imposes a large -
constraint on applicants. An increase in the degree of freedom in description by only providing
the minimum matters like the U.S. MPEP may properly protect object-onented software mventlons =
as techmcal ideas based on the recogmtlon by the inventors. . :

6. Conclus:on

As. descnbed -above, in th1s paper, the prosecutton h1story in J apan of descnptlon of the - .
claims relating to object-oriented software was analyzed, and the states. of registration were .

compared between Japan and the United States. = In accordance -with the. analysis and:the .

comparison, in view of the sense of the ob}ect onented technology to persons skilled in the art, and
from a viewpoint that object-oriented software should be actively protected, suggestions were made
against the. examination guidelines and examination practices in Japan. : The. object-oriented -

technology may be the main scope or background of software inventions from now on.. Hopefully, .

this paper helps patent practitioners handling software inventions, , .
_ Finally, we deeply appreciate Mr. Shinsuke IUCHI, TOSHIBA CORPORATION who has
glven great advice on the review of the present theme and the writing of this paper. - :
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8.  Appendix

8.1 Listof Cases

NIVE

-

No

Applications in Jaban

in U.S.

Pointed Matter |
fin ’
- | Examination

Applications

JinJa

Application
No.

Title of the Invention _

Patentihg

P_atf_:nt N 0.

Patent No. | 1 2 3

HO6-1098338

" | remote objects

Methbd and apparatus for executing

=}

3365576 .

5613148. .

o | Patenting

| HO6-522405

Method for using computer system

LS

5912665 X
6034682

=]

HO07-342273

Method and system for calling
subroutine from object

0 6202098 X

HO7-502764

Operating system with
object-oriented printing interface

3347320

o | 5495561

HO08-005754

Method and system for representing a
people-oriented work environment in
data processing system

3162991

o 5836011

HO08-140440

Highly-functional creator class
pattern, machine executing procedure
and object-oriented programming

svetam

SYSLCINT

016163813 | x | = | %

H09-152400

Computer system, message
monitoring method and associated
message fransmission method

016289325 | x | x | x

H09-154688

Message handling method, Message
handling apparats, and memory
media for storing a message handling
apparatus control program

o 6338081 X X

HO9-183388

Apparatus and method for managing
and distributing design and
manufacturing information
throughont a sheet metal production
facility

3265233

o [5886897 | x

10.

H09-329906

Computer system and method for
metering objects

o | 5970498 X X X

11.

H09-518642

Information handling system for
allowing multiple different protocol
type servers to access a general web
browser

3381926

12.

H10-071828

Computer system, memory medium
and method for executing software
constructing process .

13.

H10-121038

Query processing system and method
and memory medium storing the

program

3362770

o {6122627 X

14.

H11-032596

Method, system and memory
medium for distributing
programs

0 16324543 x X X
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15. {H11-115027 |Method for managing selection of x- 0.16205476 x I'x ! x
_ uger structure
16. 12000-002202 | Method and data processing system X |- o [ 6405176 X
for managing electronic commerce g
Legends: . '
1. Inthe colunm, "Patentmg —
> o Reglstered x: Final demslon for rejecuon J Pendmg at appeal trial, and - not
~ available .
2. In the column, “Pomted out Matters in Exammanon in Japan":

¥ 1: "Lacking of the cooperative work between hardware and software”, 2: "Object is not a
subject”, and 3: "Subject is not clear”
»  x: Pointed Out, Empty: Not Pointed Out
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| -ECT Rules 36 and 63

In September 2002 the Umted ngdom proposed establishment of a “‘common quality

framework” in order to reduce duplication of work at the mternatlonal phase and national phase by
enhancing the international phase of the PCT. : : :
“In this article we have summarized the- hlstory from the proposal made by the United

Kingdom to an agreement of the WG on Reform of the PCT with respecl: to a “common quality

~ framework for the International Search and Prehmmary Exarmnatlon and have disclosed our

proposal for improvement of ISR and IPER that are ‘more reliable, by pomtmg out issues of the.

“common quality framework” currently scheduled




1. Introduction

Under the Patent Cooperatlon Treaty (PCT ) that has 120 Contractmg States as of J uly 3, 2003 .
more -than. .100 000 international applications - (IAs). a year are filed today: The- Intern_at_lonal
Application system is _suppoxfted by such organizationé as receiving Offices (ROs), designated

Offices (DOs), elected Offices (EOs), International Searching Authorities (ISAs),. International * -
' Prehnuuary Exammmg Authontles (IPEAS) dnd the Internauonal Bureau (IB) Wlth the mcrease;;_‘m;_,

“of d the number of mtematwnal apphcatxons workload taken on by the. above authontles is increasing
as well. . .
An idea of “Reform of the PCT” proposed by the Umted States at the PCT Assembly_ -
(heremafter referred to as the “Assembly”) in autumn 2000 tries to reduce workload taken on by .
authorities involved in international applications by means. of simplification and streamlining of
: proceedmgs in which revision of rules as well as the Treaty is included.. _ o
Reform of the PCT is carried out at the first stage and the second stage separately At the
first stage a subject that can be acc.or_nphsh_ed in a short term is discussed. The World Intellectual
Property Organization_ (WIPO) organized the Committee. on Reform of ‘the PCT in order to
efficiently proceed with reform of the PCT, and established the Working Group on Reform of the

PCT (hereinafter referred to as the “PCT Reform WG™) in the Committee in order to energetically. .

promote reform.

In April 2002 Aruale 22( D of the PCT was amended Before th13 amendment the time Iumt.

i 1141 A ke =z PR Y

for national pnasc Cridy u:.cu. 0 vaty acc "uuug o Wut:l.l.lt:l International ru:iu’ﬂmdl‘y Exarmination
(IPE) was demanded or:n_ot, but curre_ntly time limit for national phase entry regarding all
international applications, whether International Preliminary 'Examina_tion (IPE) was demanded or
not, is thuty months from the priority date. In January 2003, a rule- (PCT Rule 49.6), which.
provided restoration of the right under specific conditions even if a time limit for national phase'_- :
entry expired, became effective so as to conform to the Patent Law Treaty (PLT). In January 2004,
the new designation system (autematic designation of all Contracting States) and the enhanced -
International Search and Preliminary Examination sysfem will be started. The PCT Reform WG
continues to discuss further accomplishment of streamlining and simplification regarding
international application proceedings. _
As aforementioned, in January 2004 the enhanced Intematlonal Search and Prehmmary
Examination system w111 be started. This new system is significant in that ISA’s written opm1on as.

to patentability of all international applicatlons will be prepared simultaneously with preparation of. -

a traditional International Search Report (ISR), as a procedure mentioned in Chapter I of the PCT.
Introduction of this system will contribute to reduction of workload taken on by international . -
authorities at the international phase, and it is expecfcd to strongly support issuance of patent to
international applications by a designated Office not having sufficient exaﬁlining_capabiiity.
Under the existing International Search and Preliminary Examination system, -each
designated Office may use a result of the works at the international phase, i.e., an ISR prepared by . -
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an ISA and an International Preliminary Examination Report (IPER) prepared by an IPEA at the
national phase. However, as the quality of those reports that are prepared in the international

phase varies according to which authority prepares them, those reports are not sufficiently trustable,

and some of those reports are not efficiently utilized in the national phase. * In other words,
although an ISR has been prepared, the prior art search may be conducted by the designated Office
again.” The examination also may be conducted by the designated Office again, although an IPER

has been prepared. = Duplication of work of search and examination at the international phase and
national phase has been pointed out. This issue will extend to the new enhanced International

Search and Preliminai'y Examination system, and the Offices of many Contracting States. desire to
settle this issue by enhancing the inteérnational phase. On the other hand, applicants of

international applications desire to acquire stable rlghts in each of the designated states at low cost

and in a short time by using the international appllcanon system, and therefore the: enhancement of
the international phase is very impoitant for applicants. o

In the Assembly in September 2002, the United Kingdom proposed establishrirent of a
“common quality framework” as ‘part of Reform of the PCT in order to settle the above issue, and
 the Assembly decided that this issue should be discussed further in the PCT Reform WG - I

accordance with ‘this' decision the PCT Reform WG discussed this issue in the meetings held in
November 2002 and May 2003 and made an outline of the “common quahty framework for the
‘International Search and Preliminary Examination”. '

In this article we have summarized the history from the proposal made by the United

Kingdom to an agreement of the PCT Reform WG with respect to the “common quality framework -

for the’ International Search' and Preliminary Examination” and have disclosed our proposal for

improvement of ISR and IPER that are more rehable by pomtmg out 1ssues of the * commorfquality

framework” currently scheduled

2. Common Quality Framework
2-1 Hlstory '
In the Committee on Reform of the PCT the United Klngdom proposed ‘establishing a
common quality framework and a system for monitoring results™®. o o
“In the Assembly in September 2002 the United ngdom"proposed an outline of the
“common quality framework”®. The assembly decided that this issue should be further diseussed
in the PCT Reform WG, o AR

“"In November 2002 the United Kingdom proposed A PROGRAMME FOR SUSTA[NED

QUALITY AND EFFICIENCY”® on the basis of
e Infernational search and exarmnatlon standard
¢ Quality management system
_ e Validation mechanism
The PCT Reform WG examined: the above proposal made by the United Kingdom, decided that




“international search and examination standard” should be included in the International Search and

Preliminary Examination Guidelines, and decided that “other matters” sho_uld be d.iscuss_ec_l in the . - ' _
- “Virtual Task Force” to be organized.

In April 2003 the United Kingdom subrmtted the “Imtlal ‘Task Force Repot” that summarized ,
the result of “Virtual Task Force”. In May 2003, that report was examined in the 8 session of the

Meetmg of Intematlonal Authontres (MIA) under the PCT and the 4“‘ sessron of the PCT Reform._,

Kingdom™.

2-2 Detalls

. Here we are going to show an outlme of the “common .q'uality. framework for the -
]nternatlonal Search and Preliminary Examination” that is currently discussed by the Committee on
Reform of the PCT, together with the change thereof. . ‘

[1]1 Quality Standards for International Search and Prelmunary Exammatmn

For the preparation of the enhanced International Search and Preliminary Exarrunatlon.:

system, which was adopted at the Assembly in November 2002, to be started in ]anuary_2004, the
following baseline quahty criteria are proposed.

However, even if the common quality standards for the search and exammatron are_- T

established, it is mot necessary for all the Contracting States to accept- the .same opinion as- to

patentability.

{a) Search Standards .
“Search standards™ are the requirements ISA should try to satisfy, and the followings further.. .

providing for “minimum requirements” of PCT Rule 36 are likely to be the basis of such. -

requirements. , : : ,
()., - The adoptron of an approprlate search strategy
(ii) The effective unplementauon of such a strategy
_,:(iii)_, The 1dent1ficatlon and selectlon of related documents 2 L
(iv) The clear recording and reporting of the results and necessary 1nf01‘mat10n C
~ (v), . The appropriate handling of plurality of inventior; e ‘
(vi} The revision and publication of an abstract which provrdes an effectrve search tool
(b) Examination Standards R o L R P
f‘E;;amination standards” are requirernents- that_ ShOuid be satisﬁed when IPEA evaluates
noveltj/, inve.ntiveness disclosure, unity and support and the followings‘ further .'providing_ for.
“minimum reqmrements” of PCT Rule 63 are likely to be.the basis of such requirements.. . .
(i)  The raising of approprrate objections I . B
(i) The clear communication of objections wrth appropnate explanatlon .
(iti) Ihe appropriate defense or retraction of objections
| Details 'of rhe st'a_nd_ards are examined byMIA o

WG@ The PCT Reform WG generally agreed to the above report made by the Uruted"._'.:
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2] Quality Management System (QMS)

Each Authority should establish and maintain a quality management system (QMS) which
sets out theé basic requirements with regard 10 resources, administrative procedures feedback and
commiunication channels required to underpin the search and’ exammation process. T?le OMS
‘established by each Authority should also mcorporate a quality assurance scheme for momtormg '
compliance with " these basic requtrements and the International Search and Preltmmary '
Examination Guidelines. 7 '
Adoption by the Authorities of common QMS requirements, which are recognized by all Authorities
and national and regional Offices, should help achieve a consistent approach. This, in turn,
should help build confidence amiong national and regzonal Offices in the work done by the
Authorities. ' It will be for each Authonty to ensure that the measures they have taken to meet the' '

requirements are eﬁectwe and approprzate

(A) Resources
' " ISA and IPEA should be ablé to accommiodate changes in workload and should have an
appropriate infrastructure to support the search and exammatlon process and comply w1th the QMS'
- requirements and Search and Examination Guidelines. T S ' T
The followings are examples of the kind of “resources” which TSA and TPEA should consider
establishing. a

= Proposals agreed =
“(a) A complement of staff sufficient to deal with the inflow of work and which maintain the
technical qualifications to search and éx_amil_le in the required technical fields and the
language facilities to understand at least those languages in which the minimum
documentation referred to in PCT Rule 34 is written Of is tranSlated o '
" (b) Appropriately trained/skilled administrative staff resources at'a level to support the
technically qualified staff and facilitate the search and examination process =
(©) Appropnate equlpment and facﬂmes, such as IT hardware’ and software, to support the
search and examination process ' '
(d) Possessmn of or access to, at least the minimum documentation referred to in PCT Rule -

34, properly arranged for search and exalmnatlon purposes, on paper, in mjcroform or :

“stored on electronic média’ Hmme——

(¢) Comprehensive and up-to-date work manuals to help. staff undefétalid and adh_(-;i'é to the
quality criteria and standards and follow work procedures accurately and consistently

(f) An effective training and development program for all staff involved in the search and

examination process to ensure they acqtiire and maintain the hecessary ‘exp'e‘rien'ce and

skills and are fully aware of the importance of complying with the quality criteria and




standards

(g) A system for contmuously momtormg and 1dent1fy1ng the resources, requlred to deal wnth

demand and comply with-the quality standards for search and examination .
= Change from the initial proposal = : .
In accordance with each state’s comments on the mmal proposal rnade by the _Umted
‘ ngdom in September 2002 the followmg three pomls m connectlon with resources are amended.

First of all, the blggesl: amendment is that, while in the initial proposal ‘made by the Umted":_'

angdom the above resources were the requirements that ISA and IPEA “should have”, in the.
proposal finally agreed, such resources were changed fo be “examples of the kind of resources™.

This seems to greatly reflect several comments from Offices in Europe (EPO, Spain, and -

Sweden) “it is impossible for each international authorities to always satisfy the requirements of -
resources, and it is rather important to be in a poéition to react to such fluctuations” and “resources - .
should not be bound by the requirements shown in the proposal made by the United Kingdom, but
should be a mere ‘example’ of resources that needs to be maintained.” Japan and ,the United States
did not give particular comments on it. | . L
The second amendment is that, although in the initial proposal made by the Umted ngdom‘_, .

the clause (b) kept a certain nur_nber in mind, i-e., “sufficient numbers of competent ad_r‘mmslt:ratl_we.:,_ :
staff”, in the pr_oposal.ﬁnally agreed such certain number was deleted and stated as, ‘_‘ap_p_ropriately '
trained/skilled adnlinistrative staff”. _ _ o -
. This seems to.re flect comments from the United States and Canada “although we agree to an
idea that sufficient numbers of admlmstrauve staff and facilities are required, but an interpretation
of the word ‘sufficient’ should be left to each international authority, but should not be decided by .

any external authorities.” In this connection, the United Kingdom stated in connection with this

comment from the United States “a decision should be made by each international authority,” and

~ the United States stated in'its second comment “it agreed to the state;_neﬂt made by the Un_i_ted
Kingdom.” _ : . L
The third amendment is that, although a new clause ‘a scheme for penochcally testmg all -
staff for knowledge of the.reqmrements and st_andards of search and examination” was. added to t:he:
* final draft of the initial taskforce report®, which was not shown in the initial proposal made by the
United Kingdom, t_llis:clause was deleted from the proposal finally agreed immediately_.fherenfter in
accordance with each state’s consent (PCTIR!W G/4/14, Paragfaph 80(d)) —

This seems to derive from the proposal made by the United States in its seeond comment * not_
only experience and skill but also knowledge are reqmred for the search and examination” and to be .
reflected by the United ngdom in the above final draft, however any spec:1ﬁc reason of deletion in
the final agreement immediately thereafter has not be d1sclosed sofar. o :

. The followings are outlines of each state’s comments that have not been reﬂected d1rectly in
the arnendment ‘ o _ . I o

Japan gave its comment ' al_though'we agree to clauses (a) to (d) because they conform to
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PCT Rules 36 and 63 and they directly give influence to the quality control, but clauses (e} to (g)
should be discussed by international authorities individually and flexibly according to the actual
circumstances in each case. Effect to be given to the quality coritrol is doubtful as well.” In this
connection, Singapore gave its comment, which was contrary to the Japanese comment, “the initial
proposal is sufficient for improving the quality of search and examination.” '

Australia gave its comment “those resources have been already prepared and maintained in
Australia,” and the Netherlands gave its comment “technical aspect, which needs urgent discussion,
and managing aspect should be separately discussed. '

Russian Federation proposed creating an intensive training coufse, such as “General Course
in Intelectual Property” in WIPQ World Academy, where all staff involved in the search and
examination process is educated and trained. '
= Comments from authors =

'First of _a_fl, it is regrettable, from the viewpoint of users, that the “resources”, which were

so<called “prerequisite condition™ in the initial proposal made by the United Kingdom, was finally

»

changed to “examples of kind.” As far as users are concerned, the requirements shown in the
proposal ﬁnally agreed did not seem very difficult, and we wonder if 1mprovement of the quahty
control might be more likely if the above requirements have certain legal bmdmg force.

“Secondly, it is also regrettable that, although the clause “a scheme for periodically testing all -

staff” was added at the final stage that was likely to contribute to realistic and prompt quality

improvement (at least to quality maintenance), that clause was deleted from the final proposal,

- which did not satisfy resources to be prepared and maintained by each international authority for'the

purposes of quality management and quahty 1mprovement of the International Search ‘and

International Preliminary Examination. As far as users are concerned, cred1b111ty of each
international authonty and its report would be 1mproved if users knew each international authonty '

penodlcally tested all of its staff.

After all, from the time when the initial proposal made by the United Kingdom was
submlttcd ‘it did mot seem, in connection with resources, to drastically amend the minimum
reqmrements of ISA and IPEA provided for in current PCT Rules 36 and 63." For example, PCT
Rule 36 prov1des that “the national Officé or mtergovernmenta.l authorlty must have at least 100
full-time employees with sufficient technical qualifications to carry out searches.” ' From the
viewpoint of such target number as “at least 100,” it may be better to have specified the target

number that should be at least satisfied in the 1mt1a1 taskforce report (the cost of mamtammg
Mresou:ces must not be shifted onto users, though). o ' '

In addition, users expected minuter and stricter requirements as eaeh international
organization repeatedly reviewed and discussed the requirements of resources spending one year.
It is doubtful whether resousces shown in the proposal finally agreed can rapidly and promptly
improve the quality simply by being referred to by each international authority. Stricter
requiremernits would enable contintous improvement of the quality and maintenance of the




infrastructure to be realistic. : L :
Finally, although Offices in Europe actwely gave thelr comments on the 1n1t1al proposal o

made by the United Kingdom, it is. regrettable that Offices in Asia, .excludlnglllapau,_submu;ted fow I
‘comment thereon probably because of the characteristics of “virtual task force” on the web site of .

WIPO. It might be better that the web site of WIPO had been made in a user friendly form, like

Japan Patent Office inviting public comments on the front page of its website. . L o

(B) Administration
= Proposals agreed = : _ -

_ An Authority should have in place the t‘ollowmg mmlmum practlces and procedures for
handling search and examination requests and performing related functions, such as .
data-entry and classification. ’ . .
(a) Effective control mechanisms regarding timely issue of search and exannnatlou reports in

accordance with a quality standard consistent with the Search and Examination |

‘Guidelines . . . . , .
(b) Appropriate control mechamsms regardmg fluctuatlons in demand aud backlog..
management

(c) An appropriate system for handling complaints and taking corrective and preventatlve e

action appropriately, and the appilcatlon of ‘mon_ltormg. procedures for measuring user .

con e Fond o el s £, R . g P

satisfaction and perception and for emsuring to meet their needs and legitim
_expectations .
= Change from the uutlal proposal o L L
With respect to the clause (a), the initial proposal was effec_tiveiy_ controlling mechanisms, to
assure that the search and examination report is submitted in a fixed time scale.” EPO was.
reluctant to agree to such “assurance”, and the clause (a) became less strict because EPQ’s opiui_on :
was approved. o ) .
With respect to the clause (b), the initial proposal was “appropriately control mechamsms to-
cope with fluctuations in demand in a specific area, and_ to effectively control and minimize
backlog.” This was partiatly amended by taking possible realization into consideration.. .

With respect to the clause (c), “preventative action” was added to the imitial proposal. ..

(O Quality Assurance -
=Proposals agreed = _ . : .
An Authority should have. procedures regardmg tunely issue of searoh and exammatmn -
reports of a quahty standard in accordance with the Search and Examination Guidelines.
Such procedures should include: N ‘
(a) An effective internal quality assurance system for self assessment, mvolﬂng verlﬁcatlon,
validation and monitoring of searches and examination work for compliance with the

iate .-
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Search and Examination Guidelines and channeling for feedback to staff
(b) “A system for measuring, recording, monitoring and analyzing the performance of the
“quality management system to allow assessment of conformity with the requirements
{c) A system for verifying the effectlveness of actlons taken to address deﬁc1enc1es and to :
prevent issues from recurrmg o . '
(d) An effective system to assure continuous improvement of the established process
"= Change from ihe initial proposal =
Initially that “an international authority should have the following proceedings in order to-
assure that the search and examination report will be issued within a fixed time scale in accordance
- with the agreed standards” was proposed, but an opinion that “reqﬁirem’cnts to assure issuance of
the search and examination report within a fixed time scale” should be relaxed was expreSsed, anid
this opmlon was approved. . B
" 'With respect to clauses (a) and (b), the change similar to the effect of main text was approved
Clauses (c) and (d) were suppleménted pursuant to the proposal made by Australia m case of
defectlve quality and as treatment for contmuous unprovcment of the quahty control process

(D) Feedback
= Proposals agreed =
- To help improve performance and foster conlmual unprovement each Authorlty
should: ' R _
(a) Communicate the results of their internal quality assurance process to their staff to
ensure that any necessary correctlve actions is taken and for the dlssemmatlon and
‘adoption of best practice, and ' '
(b) Provide for effective communication with WIPO and designated and elected Offices to
‘allow for pfom‘pt feedback from them so that potential systemic issues can be evaluated
. and addressed. _ ' '
= Change from the initial proposal =
With respect to clause (a), the initial proposal made by the United ngdom proposed a
system coping with the feedback from an exfternal “Quallty Evaluation Committee” to each
authority on the assumption that evaluation should be made by such Committee. However, as
many states opposed introduction of evaluation by external authority, it was replaced by the
feedback system to the staff in the authority in connection with internal evaluation result in each

““authority. ~With respect ‘io"éléiﬁjs‘é"‘tb);"‘bﬁ"oﬁiﬁioﬁ”‘fﬁédé"Bjk"C’éiii:‘zidé”""Wé"‘ support joint ownership'of T

the best practice in the authority and it should be left to each authority for appropriate disposal” was
~ approved and communication between WIPO and designated/elected Ofﬁces was prov1ded for. -
= Cormnents from authors = '

* In “review mechanism” hereinafter explained, internal evaluation and external evaluation are
discussed. * Can ‘intérnal feedback promotie election and dlsscmmatlon of the most appropnate
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practice? In addition, it says that feedback is given in connection with a result of the quality -

assurance process, but how does the quality assurance process is constructed by each authority? Is .
such quality evaluation process disclosed to-users? - Some system to-make such process appropriate -
will be necessary so that feedback may {unction effectively.

= Proposals agreed = _ , ‘ . : o ,
An Authorlty shouid have in place the folIowmg arrangements for ensurmg effectlve
comrnunication with users:

(a) Effective communication channels so that enquiries are dealt with promptly and that
appfopriate two-way communication is possible between applicants and examiners
(b) Clear, concise and comprehensive guidance and information. to users (particularly
unrepresented applicants) on the: search and exanﬁnation process which could be
included on each Authority’s website as well as in guidance literature.
= Change from the initial proposal = : : -
Particular amendment to the initial proposal made by the Umted ngdom was not made

= Comments from authors =

Although it is very mlportant to, assure couumunication to users, it 1S more 1mportant to., ..

I

disciose to users how each authority reflected a result of such communication. ~ Users. woulid desire ;

that a result of such communication should be made visible because they feel uneasy if they donot ...

know. whether their opinions are reflected or not.

[3]1 Review Mechanism

=Proposals agreed = ' ' : : -
In the quality framework‘ﬁ’m to which the PCT Reform WG agreed each ISA and IPEA

(hereinafter collectively referred to as each Authority for the sake of convenience) are required to

evaluate whether the QMS eonstru_cted in each Authority conforms to. the requirements shown in

this framework and the search and examination guidelines and to report a result of such evaluation.

If the QMS constructed in each Authority does not conform to the requirements shown in this .-

framework and the search and examination . guidelines, each Authority should promptly take
measures to continuously improve the. QMS constructed in each Authority so that such QMS
constructed in each Authority conforins to the requirements shown in this framework and the search
and examination guidelines. : . : _ o

~ Each Authority establishes mternal review arrangements to conduct such evaluatlon in each
Authority.  Each Authority can decide how such internal review arrangements should be formed, |
and each Authority must form such internal review: arrangements to monitor, record and measure -
that the requirements shown in this framework and the Search and Examination Guidelines are

10



observed.  Basic elements to be possessed by such internal review arrangements are explained in - -

this framework as'examples. According to this framework, such internal review arrangements
established in each Authority-review at least on the basis of information on (a) whether the QMS
established in each Authority is conformed with the requirements of this framework and the Search
and Examination Guidelines or not, (b) any corrective and preventative action taken to eliminate the

cause of non-compliance, (c) any follow-up action from previous Teviews, (d) the effectiveness of

the QMS constructed in each Authority, (e) feedback from customer, including designated and
elected Offices as well as applicants,' (f) recommendations for improvement. It is-particularly
important, at the time of review, to measure the degree of customer’s satisfaction. - Customer’s
“satisfaction should include opinions of de51gnated and elected Offices, apphcants and their
attorneys. e : N : :
Review tesult is reported to the senior manager of each Authority. As a result, each
Authority cantecognize necessity of improving the QMS constructed in each Authority.
. - ~Bach Authority submits an initial report to MIA describing what it has done to implement the
QMS. This initial report is intended to help'dissen'lihate best practice among Authorities. - MIA
submits a general report on progress to the PCT Assembly. Each Authority prepares an annual
report after submitting the initial report. Tn such annual report, proposals based on measures taken
and evaluation is reported. Disclosure of this report to other authorities or-to the public in
connection with the -actual status of the QMS constructed in each Authonty, together wu:h
identification of each Authority, will bé discussed in the future ' ' . 5
= Change from the initial proposal =

Quality framework shown in the initial proposal made by the United Kingdom was different -

from the above quality framework to which the PCT Reform WG agreed. That proposal planned

to establish a review mechanism independent from each Authority, not in each Authority itself. ©

This independent review mechanisin is called Quality Review Panel (QRP) in this proposal. -

The QRP has its purposes to review reports submitted by each Authority and to disseminate
the best practice mentioned in the report to other authorities. The QRP can give feedback about -
matters to be improved by comparing reports received from each Authority. S

- This report has a function that each Authority tells to the QRP whether the QMS constructed -
in each Authority conforms to the requirements shown in this framework or not. This report must
be minute and transparent. In the initial yearwhen' the QMS is constructed in each Authority, each
Authority reports to the QRP whether the QMS satisfies the requirements shown in this framework. =~

“In"the second year cach” Authority “reports how it monitors whether the QMS satisfies the” L

requirements shown in this framework, and in and after the third year each Authority reports a resuit
of suchi monitoring each year. ~ This gradually advancing measure is intended to give ample time to
improve the QMS so that-such QMS constructed in each Authority can conform to the requirements
shown in this framework. ‘As a result, the International Search-and Inteérnational Prehmmary
Examination  process may become trustable. o o




The QRP consists of three persons or so elected from each Authority and three persons or.so ... .

elected from the national Office, six persons or so.in total, who are qualified and rich in experience.

QPR member’s- term-of office is-for two years.. - The QRP members. basically .communicate . -

electronically.
The QRP prepares an annual report based on the report subrmtted by each Authority.

__Purposes o of this report are to report generai progress as to whether the QMS constt‘ucted in each”__ o

Authority satisfies the requu'ements shown in this framework or not. - In this report a name of each..__ .

Authority is not identified. -
-- While Singapore, Holland, I—Iungary New Zealand and FICPI agreed to the estabhshment of

an mdependent review mechanism called the QRP, the_ United States, the EPQO, Spain, Canada, . .

Sweden and Japan opposed to it. - Especially the United States raised a strong objection. against it . .

because it insisted that each Authority should have an authority to decide distribution. of resources:
in each Authority. Those opposing states expressed the doubt as to realization of the QRP and. -
opposed the cost to maintain the QRP. : R

. Since major states raised an objection against it, the initial proposal to establlsh an

~ independent review mechanism was replaced.by the internal review arrangements to be established.. - -

in each Authority. .

In addition, the United States opposed to d1sclosure of the. review result to the outsule P

Australta insisted that the review result should be available to the public or at:least to.other :

authorities. FICPI insisied that the review resuli should be- disciosed to ihe public in order io
assure transparency.
= Comments. from authors = S e c _ .
There seem to exist mainly two points as to the subject. of how the QMS constructed in each .
Authority should be evaluated. - The first point is who evaluates the QMS constructed in each
' Authority, and the second point is how the result of evaluation is used.
(i) Who evaluates the QMS?

As to the first point, there is one oplmon that a review. authority estabhshed in each Authorlty e

should evaluate, and there is. another opinion: that review mechanism independent from each . -

Authority should evaluate. : :
~When the review authority established in each’ Authority evaluates, It will be able to have

access to the QMS. of each Authority promptly and cheaply and to easily acquire.information
necessary for evaluation because it is established in the Authority. This is an advantage in . -

comparison with the case where the review mechanism independent from each Authority evaluates.
However, as such review authority belongs to each Authority possessing the QMS to be .-
evaluated, each Authority is likely to exert pressure on such review.authority to make more

favorable evaluation result than actual circumstances. As each Authority is a national Office or- .

inter-governmental organization that should behave fairly, it is difficult to-assume that a. review -

authority in each Authority will directly receive pressure.- We however cannot .completely deny.... .

12
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existence of at least such tacit pressure.’ :

In addition, if each Authority has its own review authority and evaluate the QMS respectively,
the evaluation standards used by each review authority will vary and it might be difficult to
compare the review result respectively.

On the other hand, if a review mechanism independent from each Authority evaluates, such
review mechanism is expected to objectively evaluate, unlike the review authority established in -~
each Authority. Bvaluation by the independent review mechanism unifies the evaluation standards;
and it becomes easy to compare the review result of the QMS constructed in each Anthority. -

 However, is it really likely to establish the review mechanism having sufficient capability to
evaluate the QMS constructed in each Authority? It is necessary to collect information from each
Authority in order to understand the condition of the QMS constructed in each Authority and to
analyze such collected information.. Establishment of the review mechanism that can review the
QMS of all authorities needs qualified human resources and sufficient funds. :

From an ideal point of viéw that an objective evaluation must be made with unified” "
evaluation standards; it is desirable that an independent review mechanism should evaluate.
However, it will be less easy to actually establish such review mechanism. = Therefore, it-is~
understandable that the PCT Reform WG agreed to the establishment of a review authority in each
Authority: L : S o T i :

" (ii) How is the review result used? -

" As to the second point, to whom the review résuit should be disclosed matters.  One opinion -
is that it is sufficient for each Authority to use the review result in order to improve the QMS -
constructed in each Authority, and another opinion is that the review result should be disclosed to - -
the public so as toreceive feedback from the public. ' ' '

" The very redason why the United Kingdom proposed this quality framework is that the QMS
is established in each Authority and duplication of work between the international phase and
national phase should be avoided in order to prepare high quality the ISR and IPER (see PCT /RI2/9,
Paragraph 49). Therefore, the opinion that it is sufficient only for each Authority to use the review
result in order to improve the QMS ¢onstructed in each-Authority seems reasonable. However, we,
users of the PCT, cannot agree to that opinion. g R '

We often experience, in the examination by the designated-or elected Office ‘after the entry
into the national phase, the citation of a prior art document not mentioned in an ISR and IPER. -
This is because each state’s examination standards differ from others®, and therefore it is natural that

""a prior art document not mentioned in‘the ISR and TPER is cited in the cxamination af the national "

phase. ‘

- However, one of the purposes of the PCT is to make protection of invention more simply and
—economically if protectidn of invention is sought for in two or more states, which must be taken into -
consideration (see preamble of the PCT).. An obligation to find a prior art document, which is not -
" mentioned in the ISR and TPER, by conducting an additional search at the national phase will be-a -
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heavy burden for each designated Office, each elected Office and applicants of international
applications. It.does not make protection of invention in two or.more states easier and more
economical. As far as each designated or elected Office is concerned it must suffer duplication of -
work to find a prior art document by conducting an additional scarch though the Intemnational |
Search or International Prelimihary Examinati'on has been conducted at the international phase. It
will: take Ionger tlme and hxgher cost for apphcants to acqulre patent nght due to duphcauon of

" work. Increase of cost due to duphcatlon of work should be transferred on the apphcant therefore )
resultmg in a higher apphcatlon fee. Furthermore, if a prior art do_cument that has not been_'
mentioned in ISR and IPER is often cited at the national phase, applicants tend to be reluctant to use

ISR and IPER because they cannot rely on ISR and IPER for deciding patentability. Therefore, at .
any state’s national phase, ISR and IPER that do not need further search have high qﬁﬁlity. L

We understand each Authority has endeavored to prepare high quality ISR and IPER, and we .

assume each Authority has appreciated quality imorovement of ISR and IPER as a result of such.
endeavor. However, based on our experience, quality improvement of ISR and IPER so far is on
‘the way to our complete satisfaction. Therefore, even if this quality framework is mtroduced in

each Authority and the QMS is constructed, when the evaluatlon result is used only in each. . '

Authority, it seems dlfﬁcult for the quality of ISR and IPER to reach the level satisfying applicants ., ‘

as the same as ever.  Or, even if it reaches such level, applicants would have to wait for a long time.. . ...

AppIicants_s_trongly desire the quality of ISR and IPER is promptly improved..

e [T Ppgs: S R S

PP £ JRPUVEp, S VR N
Th.lb t._luaut_y .ll.d.ll.lDWUll\. was PlUPUbCU UCLd.UhC LLIC \{LVLO bllUUlU UU ConsSuuCiea i eacn X

Authority for the preparation of high quality ISR and IPER and duplication of work at the. ..

international phase and national phase should be avoided. We state it reasonable because of
feasibility, as aforementioned, that evaluation of the QMS constructed in each Authority . is'
conducted by an internal review authority, and we state that it would be difficult to promptly
improve quahty only if such evalnation result is used mternally : T
- Without a scheme to promptly improve quality, introduction of th15 quahty framework does . -
not 'seem to make the circumstances drastically improved. If the quality framework does not make_, :
the circumstances drastically improved, introduction of the quahty framework does not seem to be. .

successful. It is necessary to discuss how to evaluate the QMS constructed in cach Authonty in. .

order to promptly improve quality of ISR and IPER.

We think the evaluation result should be dlsclosed to the public so that each Authonty s .
progress that has been made can be identified, and thereby feedback can be received from the .
public. :
The pubhc as apphcants is greatly mterested in the quality 1mprovement of ISR and IPER .
and therefore the pubhc is suitable for being a checker for the evaluation results. . : o

In addition, we stated that we are worried if a result of internal evaluation will be obJectwely .
conducted. Check by the public will give a favorable influence to the promotion of_ objective
evaluation by each Authority. "

14
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Furthermore, we should remember that the system of the PCT is supported payment of the
users. Each Authority is responsible for disclosing the ‘internal evaluation result and explaining
continuous efforts for the preparation of high quality ISR and IPER. Users should fully enjoy -
froits of Reform of the PCT. Therefore, it is necessary to sufﬁ(:lcntly explam improvement by
means of the quality framework so that users can clearly understand the fruits. '

' Dlsclosure of the evaluation result should be done so that the circumstances in each Authority '
can be made clear. Information as to which level each Authority reaches tather than information
as to general progress, seems to be more useful to users, because”it leads to introduction of -
competition among each Authority, i.e., users can elect authority that is capable to prepare a higher
quality search report. By clarifying which authority is relatively better, competition among ~ :

authorities is promoted and the quality can be promptly improved. " In this case disclosure to the - -

public should be made in a umﬁed format so that they can easﬂy understand which authonty 8
measure is better. e ' :
In the present framework, it is unclear whether each Authority discloses the evaluation result

or not, and items to be disclosed are merely explained as examples, which is not sufficient. Tt =

should be further discussed. In addmon as the scheme of feedback from the pubhc to an authority
is not clear, it should be revised. o ' -
(iii) Beyond the quality framework
The purposes of the International Preliminary Examination ‘are to show pielili:inary and
non-binding opinion on the questions whether an invention appears to' be novel, to involve an
‘inventive step, and to be industrially applicable (Article 33(1) of the PCT). - This provision’
-clarifies that the final decision as to patentability leaves to each state’s decision and this treaty does
not infringe such state’s right to decide patentability. ‘

" In this sense the International Preliminary Examination means a kind of technical evaluation
service in connection with the invention mentioned in an international application. Ts it teally =
necessary that each ‘state’s governmental authority or mter—govcmmental authonty excluswely
conducts the International Preliminary Examination?- '

By the introduction of this quality framework, it was proposed that, in addition to the existing
conditions the IPEA should satisfy, the requirements set forth in this quality framework should be -
the basic conditions the IPEA that can prepare high quality IPER should satisfy. ~We think an
entity satlsfylng these basic conditions should be judged as having capability to prepare high quallty
IPER. In other words, it should be assumed that any entity satisfying these basic conditions could

""conduct the International Preliminary Examination. While the requirement should be conformed,
by allowing anybody to participate in the International Preliminary'Examination being a kind of
technical evaluation service and introducing competmve situdtion, more prompt unprovement of

- quality will be accomplished, we assume. '

* Since each IPEA is a national Office, it is requested by the 'society o promptly' sweep
examination backlog of national applications away as an emergency issue. We suppose a lot of




resources in an authority cannot be allotted to the International Preliminary Examination as a kind
of technical evaluation service. In other words, it seems to be difficult, as a matter of fact, for the. ..
'current_ IPEA to promptly éonstn_lct_ a scheme in-which higher quality IPER can be prepared. - _
Furthermore, once anybody can participate in the International Preliminary Examination and . . :
the competitive situation is introduced whilé the requirement should be.conformed, various kinds of

. services are'expected by. an entity conducting the International Preliminary Examination, such as.an.. .-

entity good at examination of a specific field, entlty conductmg reliable exammatlon by conductmg‘ -
the search in two or more languages, entity conducting economic evaluation simultaneously from
the viewpoint. of industrialization of invention.. Business entities that can provide those services.
would be law firm, patent attorney firm, prior art survey firm, technical evaluation firm and so on.

- When anybody can participate in the International Preliminary Examination freely, some . -
_companies will start business of evaluating and ranking the: entity satisfying the basic condition _sd y
‘that _ applicants and national Offices know . which entity can. prepare high. quality IPER. , .
Transparent evaluation will naturally eliminate authority conducting low quality examination,

3. C0n31derat10n and proposal . : _
A primary purpose for establishing a common quahty framework is, as aforementmned to..

reduce duplication of work at the international phase and national phase.. This means estab_llshed- e

reliability of the search and examinpation at the international phase. Once this framework is.
esiabiished and each staie’s Paient Office pays more atiention to ISRs and IPERs at the nationai
phase, the above purposes deem.to be accomplished. The more the search and examination at the......
national phase is reliable, the better applicants can evaluate patentability of the invention based on .
the above search and examination. This enables applicants to eliminate transition of international - .
applications that are less patentable to national phase, and thereby applicants can reduce cost and

enjoy great advantage.

Ideal relationship between the international phase and national phase S
_ _ _ : s _ | ‘Asta_te"s | . Il
Patent Office,

.| no additional search

B state’s
~ Patent Office,
no additional search |

International
Search Report

The first state’s
search
authaoritv

_ Ha\_ving said so, each state’s Patent Office is unlikely to respect-ISRs and IPERs immediately
.after this framework is established. Each sta_te’s Patent Office has given its comment on the
proposal of this ﬁ_:améwork made by the United Kingdom, but users are completely unaware how.
each state’s Patent Office responds to this framework. This framework, even if it is incorporated . .
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into the PCT Guidelines, has no binding force upon each state’s Patent Office to respect ISRs and
IPERs. In accordance with these Guidelines, each state’s Patent Office simplytries to improve the
quality evaluation. How does it handle report of other search authority? -For the Patent Office
that has been effectively using ISRs and IPERs from the past, quality improvement will be very

_desirable. Establishment of this framework and gradual quality improvement will make a scheme -
in the future in which each state’s Pateat Office reSpects ISR and'IPER." Therefore, establishment -

“of this framework will be expected to accomplish its purposes in the'long run.

However; it is-true, on the other hand, that some national Offices have conducted the natiopal

search independently notwithstanding existence of ISRs and IPERs. Japanese users must notice
they often face such situation. Users expect immediate effect. Therefore, by establishing the
framework, it must become necessary to create common quality framework which enablés each
state’s Patent Office to respect ISRs and IPERs.  Then, why cannot users expect immediate effect?

It is because clauses to actually improve the current and serious problems are not incorporated in *
this framework. " 'Clauses of the current framework simply and generally set forth resources and -

' management as a target, and does not provide for anything to achieve the primary purpose. In

~ addition, it is pointed out that they aimed to create review mechanism that was independent from™ =

each Authority, but finally it became an internal review mechanism. - Can only each Authority’s

internal review enhance reliability of the search result at the international phase; pick out problems -
in order to reduce duplication of work at the international phase and national phase, and improve it?

Isn’t it mecessary to pick out problems so as to eliminate duplication of work between the *
- international ‘phase #nd national phase and to incorporate definite provisions and measures for' -

solving those problems into currently proposed framework?
= Problems inthe Intemational Search = '

Ideal’ search at the international phase is that the same quality of the search result can be
obtained irrespective of which search authority conducts it. And the common quality framework
should exist to improve and maintain such same quality. Howevcr, actual search result cannot be - '

the same quality. We think the main cause of this problem is the difference of search method
among International Search Authorities and language of prior art. For example, each International
Search Authority respectively adopts its own search method. The followings are mentioned in
“IPC reform and harmonization of trilateral clasmﬁcation of the magazine called quugtkon
(2003 3.2, No. 228, P.34-40). R S

As one of opinions as to ftrilateral cooperatlon made in many fields, harmonization of

- :tnlateral classification to be ‘promoted. is actively discussed.  Notwithstanding there is'a common

classification, i.e., International Patent Classification (IPC), the Japan Patent Office (JPO) uses File
Index (FT), the Buropean Patent Office (EPO) uses European Patent Classification (ECLA) and the
United States Patent and Trademark Office (USPTO) uses the Upited States Patent Cléiqq"iﬁéation
(USPC) for actual retricval, and therefore, they insist that construction of the mtematlonal patent
classification should be done so that each state’s Patent Office can commonly use the same. As
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seen in the figure, FI, ECLA and USPC exist in IPC classification. . There may be patents that.
commonly exist in each field, but some patents are classified simply according to FI, and further .
some patents are not classified according to the three classifications.

In other words, the current Patent Office in
each state adopts individual search method

although there is a common classrficatron called

IPC. Individual classification does not classify
patents throughout the world, and therefore the
search scope is restricted.  Under these
circumstances, we cannot expect to receive the

result of the same quality. _

The second problem is language ‘of prior
art. As far as users know, there are only a few cases where a document m other than Japanese is; |
reported in the International Search conducted by the Japan Patent Office. Likewise, there arei_

'only a few cases where a document in Iapanese is reported in the International Scarch conducted by -
the European Patent Office and United States Patent and Trademark Office. However, in the . .

“minimum documentation” (b) and:(c) of PCT Rule 34, the national patent documents are provided - -
to be the minimum documentation. PCT Rule 34 (e) provides that, if an official language of ISA is
not Spanish, japanese or Russian, paient documeni writien in japanese whose Engiish summary is - .

not generally available can be excluded from the minimum documentation. However, some .

Japanese patent documents are generally available together with its summary, and | now mechanical . .

translation of publication gazette is prepared “Furthermote, the followings ate mentioned in the
Guidelines for the International Search under the PCT Chapter HEN III—2 “scope of the Internatlonal
Search” II1-2.3. :
“These mean ‘that, first ot all, the international search authority must search, _
irrespectrve of l’(S Ianguage age and type of document, all documents in the relevant
classification unit included in the search documents.”
In other words, it provides a guideline that all documentation should be searched, :irr'e'spective _
of languages. However, we do not realize the search without language problem. We assure this
is caused by the fact that the search authenty does not satlsfy the following requlrements set forth in
resources (a) to be provided for in this system.

(a) Staff who is sufficient to deal with the inflow of work and has the technical

qualifications to search and examine in the required ‘technical fields and the
language facilities to understand at least those Ianguages m which the minimum
“documentation referred toin PCT Rule 34 is wrrtten or is translated
Does this framework require each search authonty to prepare and maintgin a system thet _can
improve the above problem? Compared with the initial proposal, details of this framework seem.
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to change from a request to a target of effort and evaluation remains to be improved.
= Improvement of common quality framework = ' '

Here is information that is useful for improvement of common quality framework. At the
Trilateral Patent Office' Conference, held in Vienna on 4™ to 8™ of November 2002, the followmg
; pro;ect regardmg the exammatton cooperatlon between Iapan -United States Patent Ofﬁce was

v announced.

The followmg isa summary of thls pro;ect

Project hetween Japan and the United States

United States .| -

]k - — : Patentand
R : earch resuit - earch result - : T
Japan Patent Office Action Office Action _ Trade_m_ark
Search scope Office

Office

Search scope

_ Availability is evaluated in an interim review ater infomaﬁon_exctw>

" _Pro;ect (the main pomt) _
1) Both Ofﬁces shall start the first stage of the tnal _]omt prOJect in January 2003 and conduct an_
mterlm review in May 2003. : S -

2) Both Offices shall extract list of apphcatlons through Pans Conventlon to be covered by
exchange of search results (up to tztty in total) from all technical fields. '

3) Office recelvmg an application to be covered ear11er shall prov1de the other Ofﬁce the followmg
mformatlon by using hardcopy (in conuection with a. only, 1nformat10n from the Japanese Patent
Office should be translated in English.

a. Office Action _
b. Cited non-patent document (to be pomted out) _ ‘ :
_¢. Search scope (mcludmg FI and F term, United States clasmﬁcauon and correspondmg IPC) _
+...Online search retrieval formula if non-patent. documents are searched online... .
d Claim to be covered by Office Action : : .

4) Both Ofﬁces shall evaluate avaﬂablhty of exchanged mformatlon at the mtenm Feview. After
review is conducted, the second stage of the pmJect shall be started under the fixed term and
conditions, and the result thereof shall be evaluated at the end of 2003 o

$) Both Ofﬁces shall mutua[ly exchange mformatmn for the follow-up evaluatlon in connecuon




with Office Action against an application to be covered by the search result exchange. . )

With these points, fifty search results, elected from Japan and the United States, will be o
- exchanged from the Office firstly receiving the document to the other Office for reference and
‘information. will be muiually exchanged for follow-up evaluation in connection with further
“examination. This is very useful example for ideal existence of the review mechanism in the

. common quality framework. ~ This current framework assumes evaluation by the internal review . -

‘rnechan_ism. However, since t'hé, evaluation is not compared with those of other countries in the
framework, it is difficult to improve search qualities in each country (o commion quality level. It
should be' necessary for comparisc'm& with search evaluation - for patent with ‘similar content
- conducted by another searching Authority which is a third party. It is important that pointing out
problems and measures thereof are conducted based on the comparison result, thereby evaluating
for accomphshment of common quality by means of the measures. This mechanism should be : -
incorporated into feedback or review mechanism. ' ' '
= Language problem = .
Language problem must be the most difficult at the international phase. By using. the
completely common database and harmonizing how to use keyword, each searching Authority
should receive the same results. However, the language matters again. Even if the same result is-

- obtained decision as to the prior art may vary according to the fact that the staff in charge canreadit. = -

or not. Establishment of database that enables searchers to conduct search and understand the
details of ail prior arts worldwide in’ whatever language is ideal.  If this ideal comes: true and-

review mechanism becomes strong, common  quality framework will function effectively.:

However, it seems difficult to prepare data as aforementioned in connection with cost and tiroe.

As a method to solve this problem, although discussion may be out of the framework, the
International Search can be considered, like an International Patent Office, which consists of two or
more search ‘authority and two or more searchers using different language. The aforementioned -
problem is in connection with search classification, search method and language. - If two or more
search authorities conducted search at the international phase, additional search at the national
- phase will not be necessary. Users can receive highly trustable search result at the international

phase, which makes decision of national phase entry easier. o :

To explain more in detail, statf in charge of search in the first state search authority decides
an abstract, key words and search scope to request for searching in other languages to several
~ searching Authorities. The method is. that staff in' charge of search in other language searches. -
based on the information of outline, key words and search scope received in accordance with the
language, decides and feeds back the result to the first state searching authority: However, this
method may be not practical for all of international applications because of problems of capability
in the searching Authority and increased fee for the great number of search. Therefore, a method
may be acceptable that search type such as gold, silver or bronze is provided to correspond to the
number of state searching Authority to conduct search so that the fee is set based on the type and: -
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users can select a type according to how important the application is.

International search by two or more search authorities

@

A state search

authority

-1 The first state

Outline I
‘Key word
search - Search S -
authority

. : cope
Gold Three-state search {Fee A+20) ' @ j L

=T

B state search
authority

Silver | Two-state search (Fee A+l Search report
Bronze | One-state search (Fee A) -
ﬁ 1 Election F : :

/ Applicant- /

[ Search report ”I _.

‘By this method more reliable search can be expected without langnage problem by expanding
the search scope. - Users, as applicants, can ¢lect a type of search according to how important the
invention is and by taking transition in the future into consideration. - , :

- International search method using two or more search authority needs the change of the
" International Search itself beyond the common quality framework which is currently discussed. - In:
- order to reduce duplication of work at the national phase and provide reliable International Search,
the above drastic improvement will be necessary in the future. | : B

. 4. Conclusion . : : _

In this article we discussed the common quality framework for the purposes of reducing
duplication of work at the international phase and national phase. For the Patent Offices who use
ISR and IPER, improvement of the quality will bring about big advantage. By improving the
‘quality of each search authority, all the Patent Office throughout the world may respect the report -

~~and-canexpect the'effect in long period. = s s ;
However, users of the intemational applications strongly desire to accomplish the above -
‘purposes.. . This framework that has no-immediate effect does not seem to satisfy such users.
~ We, accordingly, believe that it is necessary: to reconsider resources, to exchange and
evaluation of the search result by each International Search Authority, to establish feedback system. -
and review mechanism thereof, and to set specific method and measure for the accomplishment of -




the above purposes in order to_promptly accomplish visible outcome, i.e.; reducing duplication of -
work at the international phase and national phase.
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§1. Introduction

The number of patent applications is globally increasing, in part, because of globalization

of business activities and pro-patent policy of respective nations. As-a result, the lengthened

time period required for examination has now become a common problem, and therefore a way to ~

accelerate the examination procedure is desired more than ever. With such a condition provided
a system for disclosure of information on prior art documents had come into practice int Japan on
September 1, 2002. The purposes of .the system is to implement prompt and appropriate
‘examination by allowing the utilization of information on prior art documents that are known to

>

applicants, during patent examination, and to grant a strong patent right by conSIdermg the * -

information on the prior art documents.

, On the other hand, prior to the execution of the above Japanese system, various forms of
the system for disclosure of information on prior art documents have already been in practice in
various nations, such as those represented by the IDS of US. Also, as for the adaptation to the
actual operation, various efforts are being made to review the regulations, so that it is believed
‘that such movements in the world are suggesting where the Japanese system should be dlrected in
the future. ' C

Accordingly, the committee discussed the problems of the current systems and how the
future systems ought to be, in order to realize the acceleration of examination and grant of strong
patent rights through consideration of the results of the summary on the systems for: dlsclosure of
information on prior art documents in respective countries. :

§2. Overview of J apanese System for Dlsclosure of Infonnatlon on Pnor Art Documents
2.1 Rm*l(grglmd : :

Currently, the number of patent apphcatlons is bemg mcreased year by year demandmg

further acceleration for examination.
However, although the disclosure of information on pnor-a’rt‘-dot:uments-‘ (see the note
below) that backs the prior art of an invention described within a patent specification had been

. recommended in the regulations under the Patent Law of Japan, there still were very large .

number of applications that did not include information on such documents although ‘many of

those applications disclosed the contents of the prior art (hereinafter referred to as “prior art

“information™) as their prior art, so that the decision rate of grant of patents for these apphcanons
- had been low.

Under such condition, applicants are now obliged to disclose information on prior art:

" documents mainly for the purposes of allowing “appropriate and prompt examination through the
effective use of information on prior art documents that an applicant possesses” and “applicant to
strictly select applications with thorough understanding of prior art”.

‘Furthermore, the system allows sufficient consideration of information on prior art

" documents so that we may expect patent rights to be strong and stable. _

- Note 1: Information on prior art documents means; information (bibliographic data) which allows
ones to specify the location of technical information “which can be obtained from a publication
in which the invention publicly known through a document is described or through electric
telecommunication lines.” (Japanese Patent Law Section 36(4)(ii))

Note 2: “system” is used as same meaning of “Requlremcnt for Disclosure of Information on
Prior Art Documents™. :




2.2 Overview '

(i) Where an applicant for patent knows at the time of f111ng a patent apphcatlon any prior
art which is related to the invention described in the scope of the patent application, the detailed
description of the invention shall contain the information on’ the pnor art documents describing -
the prior art (Patent Law Section 36(4)(ii)). . : -

Where the information on the prior art documents are dlscIosed it helps the examiner to.

understand the prior art, and as a result facilitates the examiner to grasp. the significance of the -

Th1s system prov1des a duty to 1nclude within the spe<:1ﬁcat10n any 1nf0rmat1c‘>n'0n pnor art
documents that are already known to the applicant at the time of filing, and. it is not meant to
impose an obligation to newly perform the prior art search on the applicant.

(ii) Where an applicant fails to satisfy the requirement for disclosure of information on.
prior art documents within a specification, the examiner shall give a prior notice to require the .

disclosure of the information on such documents (Patent Law section 48 septies). If the_ .

applicant does not satisfy the requirement despite this prior notice, a reason for refusal of the
application shall be sent by the examiner to the applicant (Patent Law Section 49(5)). - .
.The case where-this. prior notice is issued may possibly falls under the either condition-

where “information on prior art documents are not included within the specification” or where: = -

“information on prior art documents. are included, but no information on the documents relevant .
to the invention is included”. Any applicant who received the notice is requested to. submit an
amendment in order to add the information on the subject prior art documents in case that he/she
knows there exists such 1nf0rmat10n on pnor art documents that are: relevant to the 1nvent10n as

P Pt | thm nnminn AF ATlniaenn i£ PR TP T T SRR e A, ) A~ P -
he/she shall file an argument to notlfy the examiner of such fact. }

Where the applicant does not respond to the prior notice, a reason for refusai of the
application is sent to the applicant. If the applicant does not appropriately .disclose the
identification of the document accordingly in response to the notice, it shall be f1nal decision for .
rejection.

(111) Failure to dlsclose the 1nformat10n on pnor art documents shall not be a reason for
opposmon or invalidation. If the failure of disclosure could constitute a reason for opposition of ;
invalidation, there would possibly be so many trials for opposition and invalidation accusing the
failure to meet the disclosure requirement. .. Accordingly, the failure to satisfy the disclosure

- requirement had been made to constitute only a reason for rejection.

23 C0n31derat10n

(i} The S1gn1ﬁcance of Avmdmg Stnct and Sp601f10 Standards [except for enly two- pomts
as for the scope of prior art to be disclosed {condition), namely, “inventions which are related to -
the invention for which a patent is sought” and “ones that are known at the time of filing an
application”] ' '

The disclosure of information on prior art documents is now.required by the system, which. -
provides the following four criteria as for such information on documents to be disclosed.

#1: Invention having become publicly known documents .

#2: Invention related to the invention for which a patent is sought
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#3: Invention known to a person désiring a patent
#4: Invention known at the time of filing the application

" The above criteria represent rather an “ideal goal”, or “effort-supporting type goal”. ~ That-
is, it allows to have an applicant willingly and spontaneously disclose those inventions that -
he/she knows at the time of filing the application, and that are thought to-be advantageous in
asserting the superiority of the invention for which patent is sought, while it is not a so-called
“bottom-line” provision which demands “some bottom-line matters t0 be included within the
disclosure” since the criteria “related”™ is not strlctly defined. :

This is because any information that-is higher than that bottom line will not likely be
disclosed if the bottom line is provided, so that the level of information disclosure will be
degraded. Accordingly, it is presumed not to provide strict and specific criteria in order to allow
an applicant to act at his/her own will, so that those applicants who are strongly determined for
obtaining patent rights for their inventions will, naturally, disclose useful information on prior art
documents.  This, in turn, leads to the acceleration for examination and imp'rovement- in paten't
quahty

+"In a case where an apphcant is a company, the applicant is deemed to have the knowledge
of those patent applications filed by other departments of that company, that are related to the

invention and any prior art related to the patent application, so that this system demands a _largcr_
- scope of individuals ‘to know the: information on prior- art-documents than “each-individual -

associated with the filing and prosecution of a patent application” as provided by the US “duty
to disclose material prior art”." Accordingly, these examination criteria are very strict for

“companies, especially those companies that are involved in various technical fields and having a -

large number of departments, because all applicants (all- employees of the company) -are
demanded to be able to grasp the information on all of thc patent apphcatlons that the company :

'has flled and all information on the pnor art,

(11) Slgmflcance of Not Immediately Notifying a Reason for Re]ectlon for’ Violation of -

Disclosure Requirement, and Significance of Not Rejecting All Applications Indiscriminately that

Do Not Disclose Prior Art .

- There are significances of; preventing delay of examination procedures that may otherwise
be resulted from subject all the violations of disclosure requlrement tobe a reason- for rejecuon,
and not placing excessively heavy burdens on applicants.

When an applicant, who has the knowledge of the prior art of the own company but deCIded
that-a prior art made by another company to be closer to the invention for which a patent is -

sought, comes to disclose the prior art made by another company in the specification, such a-

conduct will not be treated as a “violation of the disclosurc requirement”. However, if the

- applicant, who has the knowledge of prior art of the own company, does not "'di‘sélose any

information on prior art:documents including those made by other compames then of course,

- ""‘”""‘"such a conduct may hot be found-assatisfyingthe dlsclosure requ1rement

2.4 Current Status efc.

The current status after the system came into force will now be explained below based on
the information collected from mterv1ews in the I apan Patent Ofﬁce (IPO) and frorn IP—related
source. : :

(1) Cases of Prior Notice Based on the Japanese Patent Law Section 48 septies -
There have been no cases where the prior notice is issued due to the insufficient time period
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since the mtroductlon of the system The actual start of issuance of such prior notices to the :
applicants will presumably be after the JPO determines that the system has become -
well-recognized. -

* (2) The Number of Patent Apphcanon After the Introducnon of the System 5
The number of those applications to which patent rights are less likely granted (espe01ally

those business model-related ones) seems to be decreased after the introduction of the system. -

Under the influence of the temporary boom of business model patents, there had been an -

_increased number of patent applications. that lacked _patentability. (application filed without . -

conducting thorough search over publicty- -known cases), however, after the introduction. of this
system, the number of patent applications, that lacked patentability, .decreased partly due to the,
additional task of including information on pnor art documents within specifications that is
demanded by the system -

3 Ut111zat1on of Informanon on Pnor Art Document - : ,
Any information on prior art ‘documents disclosed by an apphcant seems to be utillzed_ .

effectively by the examiners. for gaining understanding over the contents of the invention and in

conducting prior art search. : '

4 Demsmn of the Dtsclosure Requ1rement of Informatlon on Pnor Art Documents _ e
As for the decision whether the disclosure of information on prior art documents is..
sufficient or not, there could be a certain level of differences in the decisions between examiners -

- and between technical fields. = Accordingly, as to any cases that are subject to such variation.in =

the decision, the leveling efforts on the criteria for the decision, will presumably be attempted :

theniiaoh it Aansioisan | N ~F [ o, PR
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examination department including the managmg class.

(5) Exammatxon Criteria vs. nght Penaltles N
It is presumed that the JPO has meant to prov1de “effort-supportmg type exannnatlon -

criteria like this because there has been no cases of such examination at this point, and there is a - -
fear that applicants may only strive to meet the bottom line of the standard when any bottom line. .-

is indicated by the standard.

It seems that the JPO has no intention even in the future to clanfy the bottorn line of the
examination criteria, and even if any violation occurs, the JPO would correspond only by sending
the prior notice under the Patent Law Section 48 septies. It seems that the JPO even thinks that

no penalty is needed as long as applicants follow the system. That is, the aim of the JPO i sto

indicate applicants a goal to be strived for, and place penalties on only those applicants who do
not follow the system at all.

§3. Systems for Disclosure of Informauon on Pnor Art Document in Other Countnes

3.1 . United States -

(1) Overv1ew -
In US, each apphcant had a duty of candor and good fmth under the case law in the past

which was materialized into the provision of duty to disclose information in 1977. Those" .

“individuals associated with the filing and prosecution of a patent application” as provided by . "-
the provision have a duty to submit all information that is important to- patentability of the -

6
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apphcation continuously until the dec131on to grant a patent
(2) Details -

According to the rule, mdmduals associated with the filing and prosecution of a patent -
application” are the ones who havc the duty of candor and good faith, and followmg 1nd1v1duals )

are included.
(i) Inventor
(ii) Attorney or agent

(iii) Any other petson who is substantively involved in the preparation or prosecution of the ™
application, who 1s associated w1th the mventor or w1th the ass1gnee or to whom the :

-application has to be assigned -

~ Any patent obtained by an applicant through vmlatlon of this duty of 1nf01mat1on disclosure
Wlll be deemed to have been obtained through inequitable conduct, and will not be able to be -
enforced. Formerly, examination on the violation of the duty of disclosure and cancellation of -

patent rights therefor have been practiced during examination procedure, but after the manifest of

adverse effect (requiring longer time until deubtonb to be’ made) such dec1s1on makmg durmg -

examination stage had been done away in 1988.

~ An applicant fulfils the duty of information disclosure through sublmssmn of Information

Disclosure Statement on which the information subject to disclosure is listed to the United States
Patent and Trademark Office (USPTO). The Information Disclosure Statement shall include a

~ list of all information to be disclosed, and at the same time, shall be attached w1th clear « coples of

- the 1nformat10n to be dlsclosed

As for ’the submission of Informatlon Disclosure Statement, there are four stages.
(i) Within three months of the filing or before mailing of the first Office action;
(i) Before mailing of the final Office action or notice of allowance (statement or fee reqmred)
(iii) Before the date of payment of fee (statement and fee required) -

(iv) It is possible to bring it into the examiner’s attention by filing a continuation apphcatlon‘ )
~only if it is before issuance of the certificate of patent (statement and fee required) Even '

after the issuance, it is possible to have it filed for later litigation.

- Any prior art cited in search reports of a foreign patent ofﬁce in'a counterpart apphcatlon‘ B

must be submitted within three months after the date of citation.

- 3.2 ‘Australia
(1) Overv1ew

- Since the enforcement of the revised patent law of Austraha on Apnl 1, 2002 the dlsclosure- -'

. of prior art search results is required.

‘Any applicant must disclose all the search results for patentability examination within and
outside the country during the pendency of the application in Australia. This is applied to all ~

~ applications that have been pending as of April 1, 2002 which is the date of enforcement of the

TrrUrevised law.” “Wheno ‘éﬁ”"aﬁiiliéﬁttt" violateés this provision, "the applicatit ‘canfiot “make any
amendments after the grant of the patent to satisfy novelty and inventive step requirements with -
respect to the document he/she did not disclose. In this case, there may be a higher possxblhty' -

. that the patent be cancelled or invalidated through an opposition or invalidation trial.

“The current system in A_ustraha is-deemed as one of the strictest systems for disclosure of
information on prior art in the world like US, since it does not differentiate whether it is practiced

by applicants or by patent offices in respective countries, and mandates the submission of all the

search results: regardless of whether or not it is relevant to the invention for which a patent is '
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sought However problems due to such strictness have been pomted out and there is a
movement for further revision to alleviate the duty.

(2) Details
' Before the revision (up to March 31, 2002), there had neither been the clear prov1sron
relevant to the method of including prior art within specifications, duty of an applicant to disclose
prior art nor duty to disclose information on documents on which the prior art is-described
(information on prior art documents). Tt was so understood that any prior art would be ones to -

___be included to help understanding inventions. Accordingly, even if prior art was not included. ..

within a spemﬁcatlon intentionalty, there had been no severe penaltres such as ones imposed. -
under the US law system. -
However, upon the enactment of the Patent Amendment Act 2001 No 160 Wthh came mto

force on April 1, 2002, the disclosure of all the search results intended for patentability .

examination within or outside the country during the pendency of patent application in Australia .
is required (Sectlon 45(3) Section 101D). The search results to be disclosed here include the . -

results of search conducted individually by an applicant. . Funhermore the disclosure of all the. .

search results is required regardless of the relationship between the invention for which a patent. . |
is sought and the contents of the disclosure of the documents. This point differs from that of the
IDS system in US which requires the disclosure of only those documents that are important -

-(related) with respect to the patentability. Since. it requires submission of all documents. .-

regardless of the relevance, it may impose excessive burden on app]jcants,,that_is- even heavier .
than the IDS system in US.

The due for submitting search results to the Australian Patent Office is the Eatest of the -

followmg, (i) a date on which the request for examination was filed; (11) within 6 months after.the

e bate e F amnwenlie oy | Tanytaerer 1 NN A ronrdinaly Frar Tanaera |1 M2 caar~rh
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results that had been obtained more than 6 months before the request for examination must be.
submitted along with a written request for examination. Further, the extension of the term 1s not -,

allowed. The term of transitive information disclosure limit in the above (iii) was extended until
June, 2003 or later.
When this duty of drsclosure is Vrolated an apphcant will be 1mposed ofa penalty that .

disables the applicant to make an amendment to fulfill novelty or inventive step.with respect to .

the documents that have not.been disclosed (Section 102(2C)). If the patent is held pending.at ..
the opposition or invalidation tnal there is a higher possibility of cancellation or invalidation due - .
to this penalty, so that it may impose a detrimental effect on the applicant. L
As for the present revised law (the current law), there seems to be some oplmons pomtmg- :
out a problem that it imposes an excessive burden on applicants.. Accordingly, a revision of the.

law (Intellectual Property Laws Amendment Act 2003 No.48) is scheduled to be enacted, which.

is intended to narrow down the scope of information that has to be submitted in order to alleviate
the burdens on applicants. .

According to the new revision, the scope of search results required to be dlsclosed as a duty L
of apphcants will be limited to those results of search conducted by foreign patent offices for
corresponding foreign applications. However, the requirement for submission of all results of
related search conducted prior to the grant of patents for applications placed in Australia- .
regardless of the relationship, and the provision to impose penalty of limiting amendments when
violated are not changed from the former. Furthermore PCT international search report and :.
international preliminary examination report will most hkely be deemed outside the scope of duty . -
of submission since they are published records. The due for search results is expected to be 6

8
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months after the completion of search.

33 China
(1) Overview _

Any prior art with respect to an‘invention etc. to which a patent is sought shall be submitted
at the time of filing, and any reference materials relevant to the invention, upon the time of
request for examination. However, the provision is only limited to an extent that the prior art’ -

shall be cited only if possible. . Wheie there is a corresponding foreign apphcatmn the examiner

may request the submission of examination documents thereof
(2) Detail

- (1) Disclosure of Prior Art

As for prior art, those that may serve to facilitate the understanding of the invention etc.,
and those that serve as reference for search and examination procedure are required and:
mandated by implementing regulation to be identified within the specification at the time of filing

the application.. However, it is not mandated to specify the names of the documents, but it only

requires to cite the documents that include descriptions relevant to the prior art that has been
identified in the specification when it is possible (Implementmg Regulatlon of the Patent Law of
The People’s Republic of China Rule 18). - : .
There is no provision (reason for rejection, reasons for mvahdatlon penalty etc) agamst'
not identifying the prior art within the specification. . P
(i1} Submission-of Documents Necessary for Examination as to Substance - _
It is provided that any applicant must furnish pre-filing date reference materials concermng ‘

“the 1nvent10n (Patent Taw of the People’s Republic of China Section 36).

* Furthermore, after the time of requesting examination, if an application for a patent for the

~ same invention has been filed in a foreign country, National Paten Administration may demand

' the-applicant the submission of materials that has been searched by that country for examination -

or materials as a result of the examination within a demgnated perlod of time (Patent Law of the

People’s Republic of China Section 36).

In this way, the applicant shall have to submit reference materials relevant to the invention
spontaneously at the time of requesting examination, and further, he/she is requested to submit
examination materials for corresponding foreign application upon request of the examiner. As
for these regulations, when an applicant tailed to submit the reference materials spontaneously in "
the former case of the above, any action (reason for rejection, reason for invalidation, or penalty
etc.) against it is not specifically provided, however, when the applicant failed to respond to the
request in the later case, that is, when the applicant did not submit the materials within the term

- provided without any justified reason, a severe penalty, the w1thdrawa1 Of the apphcatlon is .

~ provided (Patent Law of the People’s Republic of China Section 36).

However, there is a remedial provision (Implementing Regulation of the Patent Law of The
People’s Republic of China Rule 49) that, if the applicant cannot submit such documents with

“justified reasons; he/she shall write a statginieiit to thie National Patent’ Adrmmstratlon and’ subm1t“"""‘“
- the documents when the documents become available. ' '

Furthermore, the contents of “reference materials” (types and scopes etc.) to be submittéd'

~ upon request for examination are not specifically provided. - According to practical operation, -

submission of ‘2 or 3 types of malerials that the applicant regards as highly relevant may be
deemed sufficient. - Also, only about 20 to 30% of applications are requested for the exammanon
materials of corresponding foreign applications by examiners.

Patent Law of the People’s Republic of China Section 36 is the one that had been revised in
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August 2000. Prior to the revision, it provided that “The applicant for a patent for invention
who has filed in a foreign country an application for a patent for the same invention shall, at the
time of requesting examination as to substance, furnish documents concerning any search made
for the purpose of examining that application, or concerning the results of any examination made,
in that country. If, without any justified reason, the said documents are not furnished, the
application shall be deemed to.have been withdrawn”, so that- it had. required strict. application
management that somehow resembles the IDS system in US. However, it had been revised as- -
follows; “the Patent Administration Department under the State Council may ask the applicant to
fum;sh within a specified time limit... : 3
’ ‘The ‘aforementioned former prov151on had been prov1ded probably because there had only
been poor accumulation of prior art documents data at the time when China established its patent
system on April 1, 1985, and examiners needed the support by applicants due to Juck of their -
searching capability. As of today, with sufficient accumulation of prior art documents data and :
the search system being upgraded, there is less need for requiring applicants to provide such strict
management as before, and China seems to have come to the conclusion that the present
provisions will do. .This is explained within “Houkaisei no Kaisetsu (Comments on the Law .
Revision)” edited by the State Intellectual Property Office of the People’s. Republic of China, and - -
in reality, the perceptions among Chinese patent practitioners do not contradict what is written in
that comments.

34 Talwan : - R
The disclosure of both prior art and information on the correspondmg forelgn apphcatlons _
. is required, and all of these shall be disclosed within the specification upon filing of the -
application (Taiwan Patent Law Article 22) Furthermore, where such prior art is a pat'ent

; the ponlination cmanifie ol i
gazette material of the domestic or a foreign country, the application specification shall include:

the name of the couniry, application number and publication date (Enforcement Rules of the -
Patent Law). In addition, where a patent has already been applied in a foreign country before a -
patent application is filed in Taiwan, the date and serial number of the foreign application shall be: -
stated in the specification, and whete it is deemed- necessary, submission of relevant documents.
evidencing the foreign application is required (Enforcement Rules of the Patent Law. Article.17). -

However, even if these are not included in the specification, it will not particularly.serve as: .-
a reason. for rejection etc. As for examination information for the corresponding: foreign -
application, any duty or request for submission is not essentially provided, so that it would not. -
work to accelerate the examination even if they are submitted. - :

The Taiwan Patent Law had been revised in 1997 and 2003 however, any relevant portlons o
of the law had not been revised. :

3.5 EPC

There is no duty to submit (disclose) spontaneously any prior art (contents of prior art,
bibliographical matters of prior art documents) which the applicant came to know, not only at the - -
time of filing, but also during pendency of the application.

As for any prior art cited at the examination stage in dornestlc or foreign patent offlce, the
applicant must indicate such prior art to the Patent Office only when the Patent Office requests
the disclosure thereof (EPC Article 124). Where the applicant fails to reply to that request, the .
application shall be deemed to be withdrawn. Furthermore, under the EPC Article 123(2) and-
Guidelines Part C, VI. 5.2-5-12, any prior art determined by the applicant to be necessary in order -
to properly understand the invention, may be added in amendment to the specification.

10
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3. 6 Germany

‘There is no duty to submit (disclose) spontaneously any prdor art (contents of prior art,

bibliographical matters of prior art documents) which the apphcant came to know, not only at the
time of filing, but also during pendency of the application.

Under the old system, prior to the revision of Section 34 German Patent that was put into.
force in January 2002, applicants had the duty of disclosure of prior art before the patent office.

However, because of the fact that extensive amount of information submitted by applicants
had rather caused examination delay, and since prior art is sufficiently disclosed on application -
specifications, the Law was amended to provide a system that requires inclusion of prior art to the
applicant’s knowledge in the detailed description of the invention fully and truthfully only when -
the patent office requlres (Rev1sed Section 34(7) German Patent Act and Enforcement Regulatmn
Rule 5). '

Where the applicant fails to respond to the request for disclosure, the apphcatmn is deemed
to be withdrawn. In reality, however, there are only a few cases where the Patent Office
requires applicants to newly disclose prior art since such-disclosure of 1nformat10n on pnor art -
within apphcanon specrflcatrons is already sufﬁcrently practlced o :

Example of Bxbllographlcal Matters of Pnor art:

.. Title, Name of the Author, Publisher, Date of Publication, Publication Number (where the L

..document is-a patent document etc. )

3.7 “Canada : : :

~In Canada, where an examiner has reasonable grounds to believe - that there is a
correspondmg foreign application, the examiner may request the applicant for submission of the
patent number and prior art' documents etc. (Patent Rules Section 29). The violation of the -
Section:29. will not stand a reason for rejection, and in contrast with the IDS in US, response 15
required only when requested. However, where the applicant fails to respond i good faith, 1t 1s
. deemed to be withdrawn (Patent Act Section 73{1)(a)). ' '

:As for the result of the applicant’s spontaneous search, it is only required to explain the
background art at the time of filing (Patent Rules Section 80), and no identification of the name
of documents is required. There is no demand for submlssmn of the results of search conducted
after the date of filing. ~ S

One practical thing that should be noted when c1t1ng the names of documents within a -
specification is the provision that “the description shall not refer to a document that does not form
part of the application”, and especially those documents that are not available to the public such
as patent applications not yet being published, are treated as if they did not exist.

~§4:~Comparison Between ‘the-Japanese: System and' Systems in'the- Other Countrles
4.1 Superiority of Japanese System -

When those systems in the other countries descnbed in §3 are revzewed there are a number
of countries, which once attempted to facilitate the examination procedure by introducing strict ™
provisions, but decided to abolish or alleviate the provisions due to various operational reasons,
such as China and Germany. - Furthermore, there are countries which are attempting to alleviate
the provision -because the excessive obligation imposed on applicants was pointed out, such as ~
Australia. There also are .countries- (regions) which do not regquire applicants the duty to
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spontaneously dlsclose Informatlon on prior art documents such as Europe
On the other hand, Japanese current system includes the penalty provision that holds any ,
violation of the duty of disclosure as a reason for rejection, however, this provision is operated
rather flexibly for the time being, that is, we may say that it will not substantially include any

- penalty provision that may affect applicants critically.  Also, when comparing the timing when -

the disclosure is required, only the information on prior art documents that an applicant comes to ..
know until the date of filing is subject for disclosure, and the duty for disclosure will not occuron. . .
those found after the filing date, so that the obligation the applicant must bear is relatively small. .

Accordingly, prima-facie primary advantage may be recognized in the current system in J [apan

applicant.. :
However, it is true that there are some oplmons that a stricter systern for dlsclosure of

e burden on an

information on prior art documents, such as the IDS in US, should be implemented also in Japan. - -

That is the movement aiming to revise the system to impose heavier penalties, such as inability to
enforce a patent after patented, on those applicants who do not comply the duty of disclosure, and
to revise the time period to require the disclosure to be “during the pendency of examination” that
includes the time after filing of the application in addition to “at the time of filing”.- In the event - .
where the introduction of such a strict system is actually considered, that will need extremely .
careful correspondence, which sufficiently accounts the heavier obligation that may be imposed .
on applicants. . :
The further detalls of the superlonty of lmntmg the timing to requlre the dlsclosure for. :
information on prior art documents to be “at the time of flhng will be discussed in §5.

4.2 DlStlI]CthCl‘leSS of US System R
The system ! in 118 wae diecucged in RQ 9. I Here ﬂ—m- dictinctivanes

=]
SLr NRALW VAL ATy LI LRI LLIEL LA ¥ Ldlvchd O L

discussed when compared with the systems of the rest.of the countries.
(1) Purport of Introducing the Disclosure System

The purport of introducing the US IDS system is to attach importance to “a duty of candor: o

and good faith” as mentioned above. The current US patent law, naturally, adopts this idea. -
By considering such purport of introduction of the system, even if there is an aim to “accelerate
“examination procedure” as a part of the duty for disclosure of information on prior art documents.
under the US patent system, that is the collateral goal thereof, and it is more natural to think that.
the actual aim of the system is to achieve the reliable prosecution of the “duty of candor and good -
faith”. This point is clearly different from other disclosure systems in other countries including . -
- Japan, in which the “acceleration of examination” is most valued. -

(2) Scope of Ind1v1duals Who Bear the Duty of Dlsclosure
The US IDS system imposes. the duty of disclosure of information on prior art documents 5
on all the “individuals associated with the filing or prosecution of a patent appiication”.:
However, since an “applicant” in terms of US patent law, is an inventor, so that those individuals
who are subject to the duty of disclosure would be limited to, all the inventors, all the patent °
attorneys who prepare or prosecute the application, and in the case of a service invention,
personnel in charge who belongs to the intellectual property department of a firm. On the other - -
hand, under a system where the duty of disclosure is imposed on “applicants”; such as the .
Japanese system, the ones who have to bear the duty of disclosure in the case of a service
invention would be a firm which is deemed as an “applicant”.. According to the viewpoint of
the JPO, where the applicant is a firm, the firm is deemed as having the knowledge of all the
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information relevant to its applications.” Accordingly, a “firm” here, may mean ali the
employees, and because they belong to that firm, they all may be “deemed to have the

knowledge” of information relevant to the prior art of the application:

_ Provided that, in Japan, the system is revised to something equivalent to the IDS which
imposes the duty of disclosure also after the filing of applications in addition to the time of filing -

while the scope of individuals subject to the duty of disclosure is left as it is as “applicants”, any
firm must keep an eye on all of its employees whether they all have come to possess the

knowledge of the information on prior art documents relevant to all of its patent applications, -

even after the filing of the applications, and such a situation does not make sense. To put it

another way around, the operation of a strict system like the IDS is effectively possible in US~

because the clarity exists as to who must bear the penalties, due to the distinctiveness of the US

system which the Japan system lacks, in which the scope of mchwduals subject to the duty of

dlsclosure is hmlted 10 a feas1ble extent

(3) ' Effectiveness of Duty of Disclosure in Judging Inventive Step (Nonobviousness)

Under the US patent law, any application is examined for not only novelty, but also for

inventive step with respect to published priot applications (a published prior application by

another that had not been published at the time of filing as provided in 35 USC §102(e)). This =
point is clearly different from that of Japan which only requires novelty with respect to the prior -
application that has later been published. We have discussed whether such difference in the law -

systems ‘would cause any difference in the effectiveness of disclosure of information on

documents between US and Japan, especially after filing. The Japanese system sufficiently

works by imposing the duty of disclosure at the time of filing applications. We have discussed

whether the US system works effectively in judging inventive step (honobviousness) of the -

application by imposing the duty of disclosure not only at the time of flhng, but also after the
filing. = The details of this subject are dlscussed in §6 '

4.3 -Comparison Between Systems of Different Countnes by Timing When' Dlsclosure is

Reqmred

Whlle the above discussed the distinctiveness of the system in each country and performed

~ the comparison among them, the following classifies the discussion based on the timing when the -

requirement for disclosure is issued. - Further, it is summarized in the table below
(a) . Countries that Require the Duty of Disclosure at the Time of Filing
Japan:  Violation may be a reason for rejection, but easily dissolved.

US: Disclosure is required at any time, and the violation thereof shall cause a severe

penalty which results in the inability to enforce a patent after patented. 4_
Taiwan: - Inclusion of bibliographical matters is required, but there is no penalty provision.

(b) Countries that Require the Dity of Dlselosure Durmg the Penod between Fllmg and Request "

“for Substantive Examinaton ™

Us: “Disclosure is required at any time, and the violation thereof shall cause a severe

penalty which results in the inability to enforce a patent after patented. -

Austraha Disclosure is required upon the request for substantive examination, and the violation -
_‘thereof shall cause a penalty Whlch results in the inability of correction as a result of

-an invalidation trial etc. -

China: . Disclosure .of reference materials is requxred upon the request for substantwe

~ examination, but there is no penalty provision.
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US: . Disclosure is required at any time, and the violation thereof shall cause a severe
. penalty which results in the inability to enforce a patent after patented.. o
Austraha Disclosure is required within 6 months after the completion of search. The penaity

(c) Countnes that Requ1re the Duty of Disciosure .A_fter Request for Substantlve Exarmnatlon .

“upon violation is the same as that for the violation of the duty.at the time of request: -

* for substantive examination. :
. Disclosure is required only when demanded by the examiner.
. violation is the withdrawal of the application.
_ BPC/Germany: Disclosure is required only when required by the examiner..
. violation is the withdrawal of the apphcatlon
Canada: Disclosure is required only when required by the examiner. -
violation is the deemed abandonment.

:China. _ The penalty upon

_ Note that since there is no system for request for substantive’ examination in US, US shall -
not necessarily be included in the above (b) and (c) categories.

was intended because both the categories (b) and (c) may be classified as “post-filing”.

Systems for stclosure of Pnor An Documents in Respectlve Countnes

 The penalty upon .

The peﬁalty upon

However, that such inclusion.

comparison based on the timing when the disclosure is required) RN .
: Upon Application .. | Before Request for Examination | After Request for Examination
Penalty Penalty Penally’
Japan Spontaneous {Reason for | No Requirement | . No Requirement .
disclosure is Rejection) - R 1 n e
‘ required Co : Lo i CT : u -
us - Sponfaneous | {nabieto | Spontaneous | Unabiefo- | - Sponianeous .- Unabieto -
disclosure is enforce disclosure is enforce disclosure is enforce ;.
required required required :
Aus. No Reguirement - ‘Spontaneous | Unable to Spontaneous |  Unableto
' disclosure is Amend ~ disclosure is Amend
required - required T )
China © { No Requirement - Spontaneous | *No provision Disclosure upon - Withdrawal
: : - disclosure is - - requestby the office R
o : _ : required - : .
Taiwan | Spontaneous No provision | No Requirement - No Requirement -
' disclosure is o -
' required '
EPC/ No Requirement No Requirement . Disclosure upon Withdrawal
Germany - o request by theoffice |- = - -
Canada No Fequirement No Requiremnent Disclosure upon. . | . Deemed
. - request by the office. .| Abandonment
Nermal type: Flequurmg spantaneous disclosure with a severe penalty upon V|olat|on o
Bold type Requiring spontaneous disclosure without a severe penalty upon wolahon or requiring cﬁsclosure oniy upon .

request by the office

§5. Dlsclosure of Information on Prior Art Documents at the Tune of Fllmg
5.1 - Disclosure of Document Information - - : R
- As mentioned in §4 of this paper, there are many countries having a system that demands

spontaneous disclosure, within the specification, of any contents of technologies that may be’
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 identified as prior art of an invention for which a patent is sought. Among them, especially -

those major nations like US and Europe demand the disclosure of the technical contents along
with specific information on the documents. The system for disclosure of information on prior

art documents implemented in Japan in 2002 is the one that demands the description of the

location of prior art information known to an applicant at the time of filing, as the names of the
documents within the specification. This system clearly imposes the applicant a duty to disclose
the information on the documents that can specifically identify that technical contents, in addition
to the prior requirement which demanded the applicant to disclose the contents of the prior art in

- comparison with the invention for which a patent is sought, so that the system may be seen as the -

most obvious as the systems that demand apphcants the disclosure of information on pnor art
-documents at the time of filing.

For an applicant, the fact that he/she has a duty to dlsclose not only the contents, but also
the location of the prior art as the document information both clearly and specifically, can mean,

in an extreme analogy, that he/she is imposed of the duty to perform prior art search, or, at Jeast,.
there is more need than even for any applicant to perform spontaneous search SO as to extract -

adequate prior art. -

-We think that a system that results in the disclosure of prior art as information on
documents in a concentrated manner at the time of filing, such as those systems represented by
the system for disclosure of information on prior art documents in Japan, is the most effective and
- superior system for both patent offices and ‘applicants. And such a system for disclosure of
information on prior art documents at the time of filing may, solely, serves to sufficiently-achieve
goals in various aspect such as the acceleration for examination or improvement in patent quality,

" if the provisions and their operations are well discussed to give them validity.  Accordingly, the

superiorities of the system that demands the disclosure of prior art as the information on

documents at the tune of filing will be discussed below from the Viewpomt of 31gn1f1cance of the
system : : -

5.2  Significance of Disclosing Information on Prior Art Document at the Time of Filing
(1) Primary Selection of Invention By the Applicant Him/Herself At the Time of Filing

" Any decision on patentability (especially for novelty and inventive step) is always made in
comparison with prior art. As for these prior art to be compared with an invention for which a

patent is sought, many countries adopt a system to demand description of the contents of prior art .

within specification at the time of filing. However, although the description of the contents of
prior art is demanded, if the disclosure of the specific information on documents is not required,

- and if an applicant believes that his/her invention has patentability, he/she might, in many cases, -

assert its patentability SUb_]CCtIVGly by comparing its technical supertority with, for example‘
schoolbook-like prior art.

‘On the contrary, where the prior art must be disclosed as the.information. on spemﬁc
documents, the apphcant is obhged to disclose pnor art that is, objectlvcly, the closest to the

“TiRivention for Which ' patént i sought. " Tn this casé, even the invention ihat the applicant has™™ "

subjectively believed to have patentability, now must be -shown, objectively, as having
patentability by performing prior art search and in comparison with the prior art that has been
extracted as a result of the search before the applicant can file it.

Where the applicant must think how he/she may add more objective patentability to his/her |

invention, the applicant will file the application after thorough study on the scope of claim, and if
he/she could not find patentability, he/she may even give up filing the application.
Accordingly, there is a significance in demanding disclosure of prior art as specific
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mformauon on documents at. the ttrne of ﬁhng because it allows apphcants to 1n1t1aHy determme
the patentability of his/her own patents. at the time of filing.
In the case of Japan, even if sufficient information on prior art documents is dlsclosed asa- .
result of the implementation of the system for disclosure of information on prior art documents,
the examiners will not likely carry out their examination based on only that presented information
on prior art. It is believed that there are more cases in which the examiners separately perform
search on prior art for examination.
With this respect, the introduction of the system will not significantly reduce the task of the

him/herself will pay more attentlon to the patentablllty at the time. of fllmg _ _ ‘

That is, many of inventions will, from now on, be first determined by appltcants based on -
their. own search results as to whether they are worth filing. As. a result, those inferior
apphcatlons including a scope of claim without any consideration given on the prior art, will be ..
screened out, thereby to leave only “those inventions that are worth examining”. :

Accordingly, applicants themselves (without any intervention of examiners) will first select'
only inventions that are worth examining out of a large number of inventions, and in this sense,
there is a significance that accelerated examination and improved quality of applications may be
achieved. -

(2) Acceleration for Examination through the Improvement in Understandmg on the Content of

Invention _ Lo
Any prlor art obtamed as a result of pnor art search conducted by an applicant relevant to.

his/her invention for which a patent is sought, and disclosed within the specification as a result of .. :

selection, is the one which had been intensively studied in order to solve problems which are = . . . .

cimilar tn thae nrohlame that tha invantinn for which a natant ic ennicght attamnte tn anlve and thne
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may be said to be a group of technologies that are the closest to the invention for which a patent - .
is sought. And the invention for which a patent is sought shaﬂ be the one which i 1mproves those-
state of the art technologies. e

Accordingly, the contents of such state of the dl't technologies will, be more - clearly .-
understood when the presence (_mformat1on on docume_nts)_ thereof ts,dlsciosed._ For examiners,
it becomes easier to understand the content of the art represented by those technologies and the -
trend thereof, by grasping the technical contents of the technologies disclosed within those ..
documents. As a result, the contents of the invention for which a patent is sought, and its
superiority over the prior art will be understood in a shorter period of time. Furthermore, when .
the information on prior art documents disclosed by the applicant is sufficiently adequate, there is-
a possibility that the examiner can omit a part of search over the subject field that the examiner
must otherwise carry out, and cut down the time required for the preparation for the search. '

Accordingly, there is a significance of the examination on each of individual applications -
being accelerated and the rate of grant of patent being improved. . :

5.3 System for Disclosure at the Time of Fﬂmg _ - o
' As mentioned above, the system for disclosure pnor to the date of filmg, such as one .
represented by Japanese newly introduced system, is a superior system in terms of the -
acceleration for examination and improvement of patent quality because, as a result of allowing .
an applicant to spontaneously conduct prior art search upon filing, and to consider, objectively, -
the patentability of the invention based on the result of the search, the system will result in; (i)~ ..
filing of only inventions worth examining; (ii) filing of inventions that have been paid more

16
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objective consideration on their patentability; and (jii) inventions more easily understood by
examiners because of documents disclosed, 1mpr0vmg the grantmg rate of patent among
apphcatlons filed.

§6. Disclosure of Information on Prior Art Document After Date of Fllmg
6.1 Acceleration for Examination -
(1) Spontaneous Disclosure by Applicants After Filing

-As explained in §3 and' §4, there are many countries that request applicants (assighees) to

offer some sort of information on pror art after filing of applications for the purpose of

‘accelerating examination. In Japan, currently, the disclosure of information on prior art
documents is demanded only at the time of filing, however, there is an opinion asserting that the
term for the duty of disclosure shall not'be limited to the time of filing, and shall be’ extended up
to the time of request of substantive examination or grant of patent.

Accordingly, we have discussed whether the ‘disclosure of prior art information by an

‘applicant after the time of filing, especially the disclosure accompanied by spontaneous search by .

an applicant him/herself, is effective or not from the viewpoint of acceleration for examination.

(2) Change in the Significance between Before and After the Time of Filing

There are mainly two purposes of prior art search conducted spontaneously by an applicant.

him/herself after the time of filing in addition to the one conducted before the time of filing.
One is to search prior art that had not been published at the time of ﬁling but later was pubhshed
The-other is to supplement the incomplete search.

However, it should be noted that there is a large difference depending on the law systems of

the respective countries with respect to the above first purpose searching the prior art that had not -

- yet'been published at the time of filing. ‘For example, in Japan; only novelty is demanded with
respect to any non-published prior application, but inventive step is not demanded. On the

contrary, in US, both novelty and nonobviousness (that corresponds to inventive step in ‘Japa:n)

are demanded. Naturally, the influence of non-published prior application over the patentability

of a subject patent is larger in US where nonobviousness is also demanded. Furthermore, where -

- there is no publication system for specifications filed, there is a concern that any prior art
- unknown to the applicant can, anytime, be published.
In a country such as Japan where only novelty is demanded with respect to any prior art

that had not been published at the time-of filing, and ‘where all applications will be published after -

‘the elapse of a year and half, there is no much significance to conduct the prior art search once
again after the date of filing when prior art search has once been conduicted at the time of filing.

- (3) * Accuracy of Search by Applicants and Others
' In order to examine a patent application, some sort of document search on prior art is

~~npecessary. At this point; one may assume that there are two types of entities for performing the-
search, that are, an applicant who hopes the grant of patent and non-applicant who may be

anybody other than the applicant. More specifically, examination organization of the patent

office etc. who attempts to investigate that there is no reason for rejection to that application, or -
any third party who desires to prevent the grant of patent of the application may be named as
‘non-applicant. Accordingly, we will discuss which of the entities, the applicant or non-applicant,

can petform more precise search and allow the grant of stable right in terms of search conducted
for prior art documents after the filing of -application where the claims have already been




cletetmmed o
First of all, as to whether there 18 any dlfference between the search results 1t is ant1c1pated ‘
that the applicant would only repeat the same search since the applicant may re-use the database
and searching formula used once at the time of filing. . Any new prior art found. in this case.
would only be the information that had not been pubhshed at the time of filing.- On the other .
hand, where non-applicant performs the search, there is a higher possibility to fmd another prior
art that had already been known prior to the date of filing in addition to the information on prior: .
art that had not been published due to the different data base and searching formula. Assuming

_____the non-applicant to be the patent office etc., the patent office typically has supenor searching: - i .
' capab111ty over applicants. . With the same “amount of money and time, it is assumed. that

non-applicant such as the patent office etc. will yield more precise. search-results than an.
applicant since it has divisions dedicated for search: Furthermore, the applicant is in a situation . .
to hope the grant of patent. Even if higher level of search is demanded to the applicant by -
imposing penalty etc., inevitably the search to be less forthgoing would be performed.by_ ‘the
applicant than the one performed by the. non—apphcant =
. In consideration of the forgoing, the search by the apphcant is expected to be less precise -
than the one conducted by the non-applicant. Accordingly, in order to grant a patent right.that
has no defect, it is necessary for a non-applicant to perform the parallel search even though: duty
of search after filing is imposed on an applicant. In terms of efficiency of the search, it seems to
be more efficient to have only the non- apphcant perform the search after ﬁhng :

(4) Reducmg the Burden of Patent Offlce o L ;o
. Prior art search conducted prior to the date of filing has an effect of reducmg the number of .
patent applications, and the number of patent application under-the current Japanese system for

mwirmataly SO
disclosure of information on prior art documents is expected to reduce by approximately 5%.

Where even after the date of filing there is an examination system, it is believed to have the
same effect for reducing the obligation of the patent office and accelerating examination.
However, as explained. in the above, in order to obtain prior art documents of. higher quality,
search is preferably carried out by a non- apphcant rather than by an applicant. . Accordingly, -
even when the purpose of the system is to decrease the number of -request for substantive. .
exarnination, it is expected that the system to demand search prior to examination in which the -
non-applicant performs the search instead of the applicant, .and let applicant know of the result
pnor to request for substantive examination, is more effective. - I : e

Furthermore, there is a means to emphasize the collateral economlcal rnerits in order to L
reduce the burden of the patent office. - Raising the application fee or fee for requesting. -
examination will allow the purpose to be sufficiently achieved. To required an applicant for
performmg prior art search etc. is thought to be a solution in another way around.

(5) : Ments for Acceleration for Exammatlon _ :

As described above, from the viewpoint of accelerauon for exarmnatmn there is very small
merit in demanding apphcants the disclosure of prior art continuously even after the date of fllmg,
in a country such as Japan where only novelty is demanded with respect to non-published prior -
applications, and which adopts a publication system..

6.2 Granting Reliable Patent Right
(1) Standpoint of Applicant
Disclosure of information on pnor art by an- apphcant after the date of filing has, in adcht:on
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to acceleration for examination, a meaning of providing auxiliary information in order to grant -

" more indisputable patent right. As mentioned in §5, a system that demands the disclosure of

information on prior art documents is an effective system for both applicants and ones who-
examine, such as the patent offices. However, there is a problem that any prior art information”

recognized after the date of filing is not necessarily be effectively utilized by applicants.

For example, when any prior art that might deny the patentability of an invention is found
~ before filing, the applicant has a chance to further review it to add further inventions and effects -
to the application. * This is-because the applicant can make any changes to the specification as™
- he/she desires. However, where the applicant finds any prior art after filing of the application, -

there cxists the specification at the time of filing, limits aré imposed on the applicant in terms of

time period and contents so that the applicant is not likely able to add any further inventions and "
effects by utilizing the information found. - There stiil is a chance where the specification is not

yet published at, however, things become more difficult after it is published.

However, the handling of the limits imposed on applicants after the time of filing largely- -

varies from a country to another. Between US and Japan, for instance, there arc following

differences. It is far more difficult in Iapan for an appilcant to add new dlscovenes and effects

after filing of application than in US.-
(i) Limits in Terms of Time Period

As for a means to newly add inventions and etfects while partially or entirely taking -~
advantage of the prior application, US has the continuation-in-part application system etc. and - - -

Japan has the internal priority application system. What is common in these two systems is that

both allow to take over the benefit of the prior filing date. - However, while the US

continuation:in-part application is ‘possible over a long period of time, the internal priority

_application of Japan is limited to a short time period, that is, within 1 year after the date of filing.

(11) Llrruts in Terms of Contents

~‘There is especially a large difference in asserting inventive step (nonobvmusness) by’
adding “‘an 'unexpected result that has not been disclosed”‘in a specification of an initially filed " -
application. Such an assertion for results is often effective against any new prior art relevant to - -
inventive step, and to-an apphcant whether or not he/she can- take the beneﬁt of the filing date .

- has a significant'meaning.

In US, “the general rule is that an applicant or patentee may rely'on such an advantage if -
it occurs inherently when the invention is used as disclosed in the specification” [“Amerika

~Tokkyoho To Sono Tetsuzuki (Elements of United States Patent Law)™ authored by Donald S.
Chisum, paginal translation by Toshiko Takenaka, 2" Rev. Yushodo Shuppan (2000)1442].

Even in a case wheré the result that has not been disclosed is added in a continuation-in-part-

“application, if the prior application fulfils the requirement of disclosure provided in 35 USC §112,
. it may receive the benefit of the filing date of the prior application. The US law is permissive

for the use of facts found later on for the assertion of nonobviousness. For example 1t may

~~-allow-an ‘assertion of auxiliary consideration matters-such-as-a‘success in business.
' In Japan, on the other hand, results are strictly limited to the scope within the’ descnptlon of

the specification at the time of filing. Even those results are what the invention would naturally
possess, if they are not disclosed within the specification at the time of filing, they are deemed to -

be new matters. Even with an internal priority application, there is only a benefit from the later
filing date. : T o
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(2) Embod1ment of Duty of Candor and Good Faith : .

There is an idea to demand disclosure of information on prior art after the date of fllmg asa
result of embodiment of a duty of candor and good faith. However, there is an aspect that the _
disclosure of prior art document after filing would demand an applicant to disclose facts that
would be detrimental to the applicant himself (disadvantageous evidence), and there will occur -
many problems in carrying out sanctions to realize equity: and: effectivity, especially when the
sanctions are reinforced. It should also be noted that, it is highly possible that the reinforcement
of such sanctions results in increase in the number of disputes. :

.In_Japan, the IDS of US is often discussed as an example of: embodlment of a duty of ...

candor and good faith. However, as can be seen in the discussion of (1), under the system of US, .
even where an applicant obtained information on prior art during the continuation of examination, -
the applicant may receive the benefit from the date of filing. In US, such information on prior :
art, even found- after the date of filing, is useful information, although not retroactive to the time -
before the date of filing, so that such information is not completely disadvantageous to the
applicant likeinJ apan. Even if Japan implements a system of “a duty of candor and good faith”
in US-like sense, it is desirable to limit the time period up to the date of ﬁhng .or, at most, up to-:
the end of time period in. which priority claim is possible. :

Furthermore, as can be seen from the fact that there always is a. dlffercncc bctween the
views of applicants and the patent office as to whether or not to deny the patentability-over prlor
art, the issues ultimately include many subjective factors, Where, like in Japan, there is no -
discovery system such as that in US, there still is a question whether or not any adequate sanction
can be imposed on such the subJectlve ]udgments : : :

(3) Examination Reports from Other Countrles -

R RS SIS R R —a al

There is a sysicin -io demand, noi the informaiion. bt:dj‘t,ht:d b‘y" an dppuedm eic., but the. -

information on prior art that had been referred during examination by a patent office of_ another =

country in a case where an application is filed in multiple countries. Although such system is:
not adopted in Japan, we believe such a system is effective. . The examination report may easily . :
be searched by use of -a patent.family etc., which is a benefit for both applicants .and:.:
‘non-applicants that it will result in granting indisputable patent rights. - Furthermore, the facts”:
would be clear since no subjective factors by an apphcant are included, sanctions may be easﬂy
- imposed. : o -
However w1th the current telecommumcatlon envn'onment a duty to report - shali not be
imposed on applicants. It is more desirable to build a database among patent offices of .-

respective countries. In addition, there is a problem that a large obligation imposed ‘on- =~

applicants such as the provision of translation of search results into local or English language. -
There are many issues expected to be solved including the unplementatmn of machme
translation. : : - e

6.3 System for Dlsclosure After Date of Fllmg : g

- It is not effective, in terms of acceleration for exammatlon to contmuously dernand ai-
apphcant the disclosure of prior art documents after the date of filing when the applicant has
already disclosed information on prior art at the time of filing. Furthermore, under the system, -

. such as one.in Japan, where novelty is.only demanded with respect to any non-published prior

application, and where applications are published after a year and half, there is no much':
significance for the applicant to continue to conduct prior art search after the date of filing. -

Whete a duty to report after the date of filing by an applicant is made into a system as apart -~
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of embodiment of a duty of candor and good faith, it 1s necessary to balance between the sanction " -
and benefit of the apphcant

§7 Summary : - -

- In this paper, the Japanese system for disclosure of .prior art documents is dlscusscd with -
- respect to the similar systems in various countries.

By reviewing the systems of the couniries that we studied this titme, we have found that

- there are countries which once implemented strict provisions but later abandoned or alleviated the
provisions, such as China and Germany. Australia is also attempting the alleviation of such.
provisions. On the other hand, US has strict provisions demanding the submission of all
information that is relevant to the patentability of an invention continuously until the decision to
grant a patent. .- On the contrary, it is also true that there are countries in which such a provision -
itself does not exist at all such as Europe and current. Germany.

-However, in consideration of the problem of the increase in backlogs in the US, ]:‘.urope and’
Japan trilateral patent offices due to ‘the recent leaps in the number of applications, acceleration
for examination is a big responsibility of the countries, and the introduction -of the system for. -
disclosure of information on prior art documents in Japan is inevitable.

Based on the above presupposition, we discussed the current Japanese system for dmclosure ‘
- of information on. prior art in terms of, especially, the timing of disclosure. . : :

First of all, we believe that the current system that demands the disclosure of mformatlon
on prior art documents at the time of filing will contribute to-the realization of accelerated
examination and grant of strong patent right. That is because inventions that are not worth
examining are screened out through comparison with prior art, and only those inventions that are
left-as a result of the screening are filed, so that the number of valueless inventions will be

‘reduced, and at the same time, the disclosed information on documents will help examiners
understand the: inventions. Even ‘prior to the implementation of the cument system, most
applicants performed prior art search before filing applications, so that the inclusion of the results
~of search within the specifications will not impose much obligation” on those applicants.
Therefore, the system may be said to be extremely superior system even in respective of the -
balance between the acceleration of examination and the obligations on applicants. S

On the other hand, by assuming a case where the disclosure of information on prior art
documents is demanded even after the date of filing, the significance of such case was discussed.
US which provides strict provisions, demands a duty of disclosure continuously from the date of
filing to the date of grant of patent. It is true that we cannot compare simply by using a same

- scale, the present Japanese system provided for the purpose to accelerate examination etc. and the -
US’s provision for a duty of disclosure of information that is provided for the purpose of a duty
of candor and good faith, however, at least under the Japanese system in which only novelty is
demanded with respect to non-published prior applications, the disclosure of information after

Office, where an applicant is a company, the applicant is deemed to have the knowledge of all the
information on applications that the company has filed: If the duty of disclosure is imposed, not
only at the time of filing, but also after the time of filing, the company must continuously monitor
all-of its employees whether or not they actually have the- knowledge of any prior art rclevant to
all the applications the company filed. - That is not realistic.
_ Accordingly, imposing the duty of disclosure of information even after the date of ﬁlmg

- will not get along with the Japanese law system, and the current system, which limits the
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dlsclosure t1rmng only at the time of ﬁlmg, is thought to be more adequate

However, the demand for submission of examination information on corresponding foreign -

applications after the start of éxamination may be operable as it only imposes a light obligation to

applicants. It is more desirable, if the operation of a global examination-information sharing
system is realized by the patent offices of respective countries as it may lighten the burden on’

applicants.
. Under the current Japanese system, the penalty upon violation of the duty of disclosure may
be a reason for rejection, and it will-not stand for a reason for opposition nor invalidation. If-a

...severer penalty provision is to be provided, that may cause a delay in examination becauseof the. . .. ..

introduction of the ‘examination on the violation of - the disclosure duty within' éxamination
proceedings. Further, there is a possibility that the number of arguments on the violation of the
duty of disclosure during htigatlons will increase. Based on the above considerations, under the
system whose purport is the acceleration for examination and grant of stable patent nght 1t is
more adequate to limit the penalty to only reason of rejectlon :

§8. Conclusion

The present system has been operated for a year from the date it was enacted, and there yet .

are almost no samples that may be used for analysis. However, there is a possibility of the
decisions to be varied depending on the examiners or the subject technical fields since many of
examination criteria are determined at examiners’ own discretion. We would like to keep a
close eye on the future examination results.

) e | s

Acknowled gcxucul. ’

We would like to thank Mr. Yoshiaki AITA and Mr. Satoshi MURAKAMI of Exammatmn
Standard Office of Japan Patent Office for sparing their time to answer our questions on the
current examination status and criteria. '

Reference
§1 : _ ‘ S
“Questions and Answers regarding the Examination Guidelines on the Requirement for Disclosure of -
Information on Prior Art Documents and Major Changes to the Guidelines™ Administrative Affairs Division
of First Examination Office, Japan Patent Office (referred to on September 1, 2003)

URL: http:/fwww.jpo.go.jp/tetuzuki_e/t_tokkyo_e/pdf/prior_art_faq.pdf

§2
- “Publication of the "Examination Guideline on Requirement for Disclosure of Information on Prior Art

Décuments"” July 31, 2002, Examination Standards Office, Japan Patent Office (referred to on September

1, 2003)
URL: hitp:/fwww.jpo.gojp/tetuzuki_e/t tokkyo_efprior_art_doc. htm
- “Examination Guidelines on Requirement for Disclosure of Information on Prior Art Documents” (referred
to on September 1, 2003)
URL: http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/pdf/prior_ art _doc.pdf
- “Questions and Answers regarding the Examination Guidelines on the Requirement for Disclosure of
Information on Prior Art Documents and Major Changes to the Guidelines” (referred to on September 1,
2003)
URL: http://www.jpo.go jp/tetuzukl eft_tokkyo_ e/pdf/pnor art_faq.pdf

22



0053

83 ; ' :
- The 1egal mformauon retrleval system of Australlan Attorney—General s Department “SCALEplus
(referred toon J uly 16, ,2003)
UR.L http 1 scaleplus law. gov aul

§6 _

- “Research and Study on Applicant’s Rights and Duties in Patent Apphcatlon Procedures Tatsuya MisaWa, _ l’”' -
HP bulletin 10, Institute of Intellectual Property; 2001, Vol.10, pp.140-155" : : C ki

- “Amerika Tokkyoho to Sono Tetsuzuki (Elements of United States Patent Law)” authored by Donald S .
Chisum, pagenal translation by Toshiko Takenaka, 2" Rev.. Yashodo Shuppan, September 30, 2000.-.. . . . u__w

§7
- “Report Presented by the Inte[leetual Property Comrmttee of the Industrial Structure Councﬂ” Industnal
_ Structure Council, December 2001, (referred to on September 1, 2003) o

URL: http://www.jpo.go.jp/shiryou_eftoushin_e/shingikai_e/pdf/bukai_report e.pdf




(1) Theme:

(2) Date: -

(3) Committee, etc.:

“‘='*~"'(*4')"Auth0rs: P

(3) Keywords:

{6) Provisions:

(7) Outline:

-~ Mitsugu KIYORAWA:~~(Shionogi-& Cos Ttds) =+

Method for Globally Expediting Patent Prosecution:
October 2003 (34th International Congress)

-PIPA ¥ apan Sectlon
- Working Group for Expedition of Patent Prosecution, 1st Comrmttee

Hiroshi KON (Mitsubishi Rayon Co., Ltd.)
-Mitsuo TAKAHASHI ~ - (Sumitomo Electric Industries, Ltd.) - - -
Yui TADA (OMRON Corporation), :

Kenro DATE (Mitsubishi Electric Corp.) - .. -
Hidetoshi YASUI ' (TI-IE FURUKAWA ELECTRIC CO LTD )

expedition of patent prosecutmn, accelerated exammatton preferenual
examination, interview, “Make Special”, “PACE”

Article 48.6, Japan Patent Law .

This paper introduces the system and operation - for expediting patent .

prosecution adopted.in Japan, US, Europe and other ‘Asian countries, and
proposes the method for utilizing those systems.In respect of those:systems in
Japan, we analyze prosecutions of the patents registered in 2001 for which the
accelerated examination or preferential examination was requested and study
the method for utilizing these systems. In respect of the “Make Special”
provisions of US and “PACE” adopted in Europe, we propose the method for
utilizing both systems on account of the past data and other factors. In-

respect of Asian countries, we introduce the preferential examination system

- of Taiwan and Korea and the operations conducted for expediting the patent

prosecution in other countries. Taking the above analyses and studies into
consideration, we make a proposal for expediting patent prosecution from_
the global perspective.



0101

Table of Contents

1.  Introduction
2. Outline of System for Expediting Patent Prosecutlon in Each Country
1) Japan : o
2)US
. 3) Europe
4) Asian Countries
5) Summary : SRR
3. Use of System for Expedltmg Patent Prosecutton in Each Country! Matters to be Noted
1) Use of System in Japan ~ -+~ R -
- 2) Use of System i in Other Countnes
"~ 3) Summary ' '
4. Aiming at Expedltmg Patent Prosecutton from Global PC[’SPBCthe
- 5. Conclus;on ' ' : BT

~List of References

- JPO (Japan Patent Office) Home Page

- USPTO (United States Patent and Trademark Ofﬁce) Home Pagc

- EPO (European Patent Office) Home Page

- KPO (Korea Patent Office) Home Page ' i
- Intellectual Property Ofﬁce of Repubhc of Chlna (Taxwan) Home Page :




1. Introduction

‘Recently, due-to the rapid growth of technological innovations, corporations are required to
promote creative technology development, promptly use the fruit of research and development and
engage themselves in global economic activities. In order to maintain unchallenged -industrial
competitiveness in the market of Japan, US, Europe and Asian countries, obtaining of global
111tellectual properties is essential.

~This paper will study what- type of systems shou}d be taken-and-how should bc rcspondcd'-

during the prosecution after the filing of patent applications in order to approach the issue of global
expedition of patent prosecution. .. The systems for expediting the patent prosecution in Japan, US,
Europe and Asian countries are introduced, and then the preferred method to utilize those systems in
consideration of the past data is proposed. In respect of the system in Japan, the patents for which
the accelerated examination or preferential examination was requested are extracted and then the

prosecutions are analyzed to study the matters to be noted in utilizing both examination systems. and

the effective use of such systems. - In respect of US, Europe and Asian countries, the systems for

~ expediting patent prosecution adopted in those countries are introduced by presenting various data
in relation to the expedition of patent prosgcution. Taking the above analyses and studies into-

consideration, a proposal for promoting the method for expediting patent prosecution most suitable
to the intellectual property strategy of private corporations is made. .

2. Outline of System for Expediting Patent Prosecution in Each Coimtry

1)J apan
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the purpose of expediting patent prosecution. The followings are the outline of these systems:

(1) Accelerated examination system

_ The JPO introduced an acceierated examination system and accelerated appeal system-
against final rejection in January 1986 to speed up the examination and appeal process of patent

and utility model applications. After several. revisions of operations,. the operation of the

accelerated examination and appeal systems under. the “New. Guideline for Accelerated.

Examination and Appeal” became effective as of January 1, 1996 allowing the foreign-related

‘patent applications, which have been filed in more than one other country besides Japan, to’

become the object of accelerated examination. This operation based on the agreement made
~ during the US-Japan Economic Framework Taiks. In July 2000, the object of applicants who may
use the accelerated examination system was expanded so as to the applications filed by a
small-or-medium-sized enterprise, venture business, university, public research institute, etc. On
top of that, the detailed description about the working situation -in the “Explanation of
circumstances concerning accelerated examination” has become simplified, whereby making the

accelerated examination system easy to use. As a result, the use of the system has become

increased year by year, and the cases where the accelerated examination system were requested
was 4,097 cases in FY2002 (approximately 2% of the whole cases for which the request for
examination was filed).

(A) Substantive requirements for accelerated exammatlon o
Patent applications. that are the object of accelerated examination are requlred to meet the
conditions of the following (i) and (ii):
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(i) Application for which the request for examination has been filed.
(i) Application that meets any one of the following conditions:
<> An application in which an applicant or a person who has been granted a working license
' ‘has exploited the invention (working-related application) (including the cases where the
“working of the invention commences within two years' from the submission of
“Explanation of circumstances concerning accelerated examination™). '
<2> An application for an invention that has been filed not only to the J apan Patent Office but
also to other offices (overseas-related application). ,
~<3>-An application for an invention all or part of which an apphcant isa umversuy, a jumor :
college, a public research institate or an approved TLO oran authorized TLO::
.<4>An application for an invention all or part of Wthh an apphcant isa SN[E (small or
' medium sized enterprise), or an 1nd1v1dual :

‘(B) ‘Submission of the request for accelerated examination: :
When a request for an accelerated examination is made, a copy of “Explanation of «
" circumstances concerning accelerated examination” - must be - submitted - on: ‘an
application-to-application basis. In this “Explanation of Circumstances”, an applicant must
select any one of the Items <13 through <4> in Section (ii) above that is applicable to the -
subject application, and then describe the comparison of the subject application and prior - -
art. Only the applicant of the application may submit the request for accelerated
. examination, and no extra fee is required.

(2) Preferential examination system:

The preferential examination system is simifar to the above-menfioned accelerated
examination system. The substantial difference is in that the object of the. preferential
examination: must be laid open and that the invention claimed in the patént application is-
commercially worked by a third party (Asticle 48.6). The purpose of this system is to protect the
applicant’s right where the invention claimed in the application‘is commercially worked by a third:
party with the applicant’s right not yet finalized. The second purpose of this system is to protect a
third party’s right by finalizing the decision of rejection earlier where such third party working
the invention receives a cease-and-desist letter from the applicant but believes that the invention
clalmed in the application is lacking patentability requirements.

- Due to the unique requirement of “the working of the invention by a third ‘party”, the
preferentiai examination system has been rarely used ‘There were 23 cases in FY2002 not S0
_ dlfferent from around 30 cases in these years. : -

{A) Substantwe requuements for preferential examination: : : :
Patent applications that are the object of preferentlal exammatlon are reqmred to meet the
~ conditions of the following (i) to (iii):
(i) Application for which the request for exammatlon has been filed
....{i1).. Application that has already been laid open. . :

third party.

{(B) Submission of the request for preferential examination:
Either the applicant of the patent application or any third party ‘who is working the applied
‘patent may submit the request for preferential examination. When a request for preferential
examination is made, a copy of “Explanation of circumstances conceming preferential

~(i11) The invention clalmed in the patent apphcatlon has been commercmlly workcd by a‘“
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examination” must be submitted. In this “Explanation of Circumstances”, an applicant
must describe the circumstances concerning. the working of the invention, effect of the

- working by a third party or other detailed situations, and attach a-copy of the -
cease-and- des1st letter, if any, or any document that might support and prove the. fact of

workmg of the invention. No extra fee is required.

2) Us

-In-1JS;y it is common to-use- o the procedure of the Petztlon To: “Make Spemal” that is almost the -

same as to the accelerated examination system of Japan when an applicant desire o expedite the
patent prosecution. The followings are the outlmc of “Make Spcc1al” provisions:

(1) Outline of procedures for makmg use of the Petltlon to “Make Specml”
Each patent application is usually examined in turn by each examination scctlon (37 CFR

1. 102(3)) provided, however, that applications wherein the inventions are deemed of pecuhar-

importance to some aspects of pubhc interest may be subject to the “Make Special” provisions
and advanced for examination (37CFR 1.102(b)), and a petition to make an application special
may be filed (37 CER 1.102(c) and {d)).

(2) Substantive requuements for filing a petition to “Make Special”;
(A) Applications that will be made special without the need for. ﬁhng a petltlon

All applications relat_mg 18] superconductlvﬂy_are_ currently. “make special” due to a
presidential decree. Those applications are “make special” at request of the apphcant_

who shall identify his application as a superconductlwty—rclated apphcatlon (37 CFR -

1.102(b), MPEP § 708.02).

®B) Apphcatlons that will be made special upon the filing. of a petmcm without fee:

Applications applicable to any of the following conditions shall be “make speélal” upon' '

filing of a petition without any fee (37 CFR 1.102(c), MPEP § 708. 02)
i) The applicant is 65 years of age, or more;

i) The state of health of the applicant requlres advanced exammatlon (any ewdencé _
~ showing the state of health, such as a doctor's certificate or other medical cert:ficate__

will be required);

iii) The patent application is for an invention which matenally enhances the quahty of thc: -
environment (such invention must be the one to enhance the quality of the -

environment of mankind by. conmbutmg to the restoration or maintenance of the basic
life-sustaining natural elements, i.e., air, water, and soil).
iv) The patent application is for an invention which - matenally contnbutes to the

developrient or conservation of energy resources (such invention must be the one to

contribute to the development of energy resources or to the more efficient utilization
. and conservation of energy resources). .

(C) Applications that will be made special upon the filing of a petition accompanied by the fee

A petition to make an application special on the following grounds must be accompanied '

by the petition fee ($130) set forth in Section 1.17(h) (37 CFR 1.102(d), MPEP § 708.02).
1) Invention relating to recombinant DNA;
.. i) Invention relating to AIDS and cancer;
. i) Inventlon relating to counter-terrorism measures :
iv) Applications relating to biotechnology filed by applicants who are small ent1tles
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and upon conducting the prior art search:
A petition to make an application specml on the following grounds must be accompamed
" by the petition fee ($130) set forth in Section 1. 17(h) as well as the search of prlor arts (37
CFR 1.102(d), MPEP § 708.02).
i) The applicant is a prospective manufacturer of the invention (the applicant is required
. to have made a careful and thorough search of the pnor art or has a good knowledge of -
the pertinent prior art).;
‘i) ~‘Actual infringement (but not for prospective infringement) of the invention is bemg
" made (the applicant is required to have made a careful dnd thorough search of the pnor
art or has a good knowledge of the pertinent prior art);
iii) The applicant submits a statement that a pre-examination search was made in respect’
~ of a new application (one which has not received any examination by the examiner)
and a detailed discussion of the references, which dlscussmn points out how the
" claimed subject matter is patentable over the references ' :

3) Europe

Under the European patent application system there is a program almost the same as to the
~accelerated examination system of Japan. The Programme for Accelerated Prosecution for European
patent applications is'now called “PACE”; and published on EPO Journal as the Notice from the
President of the European Patent Office. PACE targets not only the expedttlon of exarmnatlon
procedure but aiso of the issuance of search reports

(1) Qutline of procedures to make use of PACE:

PACE does not require the conditions that the application must be a working-related
application or a foreign related application as is required under the accelerated examination
system of Japan. 'Any application shall be thé object of accelerated prosecution as long as the
request is made using a designated format and 1dent1fy1ng for which apphcatron the accelerated
prosecutlon is requested. No fee is required for such a request. '

‘When a request for accelerated examination has been filed, the examining division of the -
Office will make every effort to issue the first examination report ‘within threc months of receipt
of the request for acceierated examination (namely, PACE). The three month term is nhot a
statutory obligation.

~ Due to the nature of the program (PACE), in which the EPO assists the applicants requiring
rapid search or examination, any application shall be excluded from the object of PACE if the
applicant fails to comply with the scheduled due date for ﬁlmg a reply and further falls to comply
with any matter desrgnated by the examining dmsron of the Office.

(2) Substantive Requirements for PACE: ' ' .
PACE is apphcable to any and all European patent apphcatrous (mcludmg Euro—PCT o
applrcattons) : et e s

- 4) Asian Countries
(1) Outline _ '

There is no other Asian country that adopts the accelerated examination system similar to -
that of Japan. However, Korea and Taiwan have the preferentral exammatton system as a method
to expediting the patent prosecution.

The preferential examination system of Taiwan is almost’ eqmvalent to the preferential
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examination system of Japan, considering that it requires the invention claimed in the patent
application has been cormmercially worked by a third party. On the other hand, the preferential
examination system of Korea is rather similar to the accelerated examination system of Japan,
considering that it dose not require the invention claimed in the patent application has been
comiercially worked by a third party.

In China, an applicant may file a request of an expedlted examination to the Chmese Patent
Office accompanied by a document certifying the necessity of expedited patent prosecution {such

---as-the necessity-because of planning. to- construct-a-plant-in-the local-site -by- the-applicanty-which-— o

you have requested the provincial government to issue.. However, this procedure is not an official
process in China, and in fact, there has not been many cases where they granted the expedited
examination. - :

(2) Expedition of Patent Prosecution in Korea
(A) System for Expediting Patent Prosecution: :
Korea Patent Office does not adopt the accelerated exammatton system, but an apphcant
may make use of the preferential examination system (Article 61, Patent Law). -

(B) Object of the preferential examination:
.. The preferential examination system requires the condtttons that a person other than the
" applicant is commercially and industrially working the invention claimed in a patent
application after the laying-open of the application or otherwise the. Commissioner. of the
Korean Industrial Property Office deems it necessary to settle urgently. The scope of
applications that are allowed to become the object of preferential examination has been
- enlarged step by step, from the perspective of industrial policy and protectlon of individual

+ ~fF £, finl a0
interests. The followings are currently the object of preferential examination (Article 9,

Patent Law Enforcement Order):
- Patent apphcatlon in the field of defense. mdustry
- Patent application useful for pollution control
- Patent application directly relating to export promotion. -
- .. Patent application relating to duties of the central government, local authorltlcs
- Patent application filed by an enterprise confirmed as a-venture business . .

. - ...Patent application relating to a resultant product of nation-assisted new technology = |

.. development or quality certification business
'~ Patent application which is the basis of claiming pnonty under the Pans Convention
(it is restricted to the cases where the corresponding application based on this priority -
application is being prosecuted by any overseas patent examining authonty)
- Patent application for which a patent applicant is working or is preparing to work the:
invention
. - . Patent application directly relating to e-commerce
_ As long as the application belongs to any one of the above, the mventlon for which the
‘application is filed is not required to be commercially worked by a third party.
The preferential examination in Korea has some aspects similar to the accelerated
.examination of Japan, in that the system is applicable to the working-related applications.
(worked or prepared to be worked by an applicant) as well as to the applications which are
the basis of claiming priority under the Paris Convention.
However, it should be noted that you would be required to make use. of the earlier
- .publication system when you desire t0 expedite the prosecution of a patent application
. -which has not been laid open, because unlike the accelerated examination system in Japan,
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- ‘the preferential examination system of Korea requires that the application has been laid
open. It should be also noted that ‘the accelerated examination of Japan covers:the:
- applications filed with the JPO based on an application that had been filed in any patent
- office other than the JPO, but the preferential' examination system of Korea requires ‘a
condition that the application Wthh is the bas1s of cla.umng pnonty has been ﬁled in the
:Korea Patent Ofﬁce :

(C) Procedures for requesting preferential examination: -
An applicant is required to submit a request for preferential examination and ‘an
- explanation of circumstances concerning preferential examination that supports- the
necessity of such measure. The description of the explanation of circumstances may vary’
depending on the application for which the request is to be filed.
An applicant is also required to pay the fee for requesting preferential examination, cmd‘
addluonal fee shall be requlred dependmg on the number of clalms

(3) Expedition of Patent Prosecution in Taiwan
(A) System for Expediting Patent Prosecution:
The Taiwanese Patent Office does not adopt, like the Korea Patent Office mentioned above,
the accelerated examination system equivalent to such 'sy'stem of Japan, but an applicant
~.may expedite by requesting a preferential examination in respect of the apphcatlons filed
on'and after October 26, 2002 (Article 36 4, Patent Law)

(B) Ob_]ect of preferentlal examination: : ' :
- The preferential examination system requires the object patent anphcatlon to be laid open,
‘and further require that the invention for which the application has been filed is
commercially worked by a person other than the apphcant which condmons are just the
same as those of preferential examination system of J apan '

(C) Procedures for requesting preferential examination: _
' An applicant is required to submit a request for preferential examination and other reievant '
documents. The applicant may file a request for preferential examination without fee.

- It should be noted that an applicant would be required to make use of the earlier
publication system when he desires to expedite the prosecution of a ‘p:i‘tent-uapplication
which has not been laid open, because the preferential examination system of Taiwan

" makes it an essential requirement that the application has been laid open.

{4) Other Asian Countriés
(A) Malaysia
There are two types of examinations in Malaysia, which are the “Substantive Examination”
and “Modified Substantive Examination”, If the corresponding application (in AU, GB, US,
......EP or JP).has been granted for patent, the applicant may make the prosecution in Malaysia.................
easier by modifying the specification filed in the Malaysian Patent Office according to the
~specification of such granted forelgn apphcatlon and ﬁhng a request for “Modified
* Substantive Examination”.

(B) Singapore ' A ' ‘
~ If the corresponding application (in AU, CA, NZ. GB, US, JP or EP (designating GB)) has
“been granted for patent, the application filed in the Singaporean Patent Office shall also be




granted for patent upon submission of the certificate of patent issued in the country where
the corresponding application has been granted. '

5) Summary -
The systems for expediting patent prosecution are summarized in the Table 1 below.
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Table 1

0110* mm““Mw””m”

o Country Japan Us EP _ .. Korea Taiwan
* Accelerated Examination - The mventor ises years of age or No reason required - Apphcauon which is connnercaally Application which is
- Working-related application. more : | worked by a third party : commercially worked by a
- | Foreign-related application - Thebinventor hias certam health - A;éphcauou in the field of defmse third party
g R ; . roblem industry ‘
- Application in which an applicant | pApphcatl(m relating to energy, - Application use{ul far pollunun
- is a university, a junior college, a environment or superconductivity control
. public research institute or an" - Invention relating to HIV/AIDS and - Application relating to export
approved TLO or an authonzed cancer’ - promotion
TLO : - Invention relating to recombinant - Application relating to duties of the
-+ Application in which an apphcant DNA - Lo ceniral government, local authorities
| is 2 SME or an individual - Invention relatingto - . : - Application filed by an enterprise
: counter-iermorism measures confirmed as-a vénture business
Target Applications|  _ - . ST - The applicant is a prospective - Application relatmg t0 a resultant
~. + 1" Preferential Examination manbfacturer of the invention or the product of nation-assisted new:
- Application under which thie application is actually being - technology development or qu' Lty
claimed invention  is commercially infringed. certification business S
worked by a third party - The apphcant has couducted a search - Apphcauon which is the basis of
S T : for prior art and examined the claiming pnonty under the Par s
) ' patentability in-detail. ‘Convention -
. - Application for whicha patent .
applicant is working or is prep aring
. to work the invention °
- Application directly se[atmg LO
g-commerce -
* Accelerated Examination -
- Explauation of circumstances
- concerning accelerated
. examination™® ‘Preferential : Designated format ' Pefition - - : i
Required Examiuation Petition (Specified in EPO Home |- Bxplanation of mrcumstances Petition
Documents - Explanatlon of c1rcumsl;ances ) c page) -~ | conceming preferential examination ‘
congcerning preferential examination T S o o
- ‘Attachments for proving that the
“working of the invention is actually
“made :
S|* Accelerated Exannnanon " No restriction: N
. : |- Applicant ‘ (Central govemmeut or relevant; local !
Who should fite * Preferential Exam.mati on ‘ Tnvéntor (Applicant) Applicant government in case of an application . No restriction
the request? | A ieant or any person who works - conceming the duties of the central- -
Pp_ el ¥ pers - government or relevant local
the invention . _ . . government)
Fee No fee required - Fee may be required or not required No fee required No fee required

c_lepending on required conditions

Fee requi;‘ed _
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3. Use of Systems for Expediting Patent Prosecution in Each Country and Matters to be Noted

1) Japan :
(1) Research method for checking out the use of accelerated examination and preferent1a1
examination:

The following conditions were provided for extracting the target patents

- Patents registered in 2001;
- Patents registered within two years from the filing of the request for exammatlon and
- Patents for which the request for accelerated or preferential examination was filed.

As a result of extracting the patents that comply with all the above three conditions, there
were 1261 cases for which the request for accelerated examination was filed, and 9 cases for
which the request for preferential examination was filed. PATOLIS was used as a database for

. extracting data, and made study and analysns in respect of those extracted data. - ‘
' Approximately 100 cases were arbitrarily selected out of the 1261 patents for wInch the
accelerated examination was requested -and the prosecution hlstory of each. ccase was checked out
“by inspecting the file wrapper. The prosecution histories of all cases with respect to the patents

- for which the preferential examination was requested were checked out.

) Accelerated Exammatton System 3
' In the JPO’s website on the Internet, the data concerning the number of the request for
accelerated examination filed and the term from such request to the issuance of lst Action can be
found as shown in Table 2 below. '

Table 2

Number of Request for Accelerated

Examination Period™
Examination Filed™ g 101 0

1999 2000 2001 2002 1999 2000 | 2001 2002

1,296 2,152 2,895 4,097 |3.6 months]{3.1 months|3.3 months|2.7 months

*]1: Number of cases where “Explanation of circumstances conceming : accelerated

- examination” was filed.

#*2: Average penod of the cases to which the accelerated examination was apphed The period
commencmg on the filing of thc request and ending upon the i issuance of the lst action by the
examiner.

_ ' According to the data shown above, the number of cases where the accelerated examination
is requested is increasing year by year, and the number of such cases in 2002 was approximately
- 4,100. The average period from the ﬁlmg of’ the request to the issuance of the lst action by the
examiner is roughly 3 months
Under the normal examination system, ‘it takes 22 months. on average (from the 2001 :
statistics presented by JPO) from the filing of the request for examination to;the issuance of the Ist

- Action: It-is obvious-that the-period-is-much shortened-by-using: the- accelerated examination:system: -« s

As the circamstance for requesting the accelerated examination, _there are the published data
concerning the result during the January to July 2002, showing: “Working-related application”
' 45.0%, “Foreign-related application” 29.9%, “Application filed by SME” 17.8%, “Application ﬁch
by an individual” 6.4% and “Application filed by a university or TLO” 0.9%.

- Using the above extracted data the use of the accelerated examination system is analyzed as .
shown in the below
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(A) Examination period where accelerated examination system is used: :
1) Period from the filing of a request for accelerated examination to the i 1ssuance of lst
 Action: L | | |
In respect of the 1,261 cases extracted as mentioned above, the distribution of the
periods from the filing of a request for accelerated examination to the issuance of Ist
Action is shown in Fig. 1 below.- The average period. is approximately 93 days,

sz (larnonstrates-that-the-extracted-result-has no- bms e
HG i - : ‘
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(B) Perlod from the filing of a request for accelerated exammatlon to the dccnsmn of a patcnt
. grant:
The distribution of the periods from the filing of a request for accelérated examination to
the decision of the patent grant is shown in Fig. 2 below. The information from Fig. 2 is
only for referential purpose, since the patentability of each application and the responses
taken by each applicant significantly affect the prosecution. The average period was
approximately 8 months. According to the JPO’s information, it takes approximately 29
months from the filing of the request for examination to the ‘decision of a patent grant-
“ under the normal examination procedure, and therefore, the applicants may shorten the
prosecution period.to the decision of a patent grant by, apprommately two years by way of
= using the accelerated examination system. .

13

showing that the result corresponds to the data reported by the JPO in most part It . o
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(C) Use of accelerated examination system accordmg to each techmcal ﬁeid . SR
Taking a look at the major eC codes allocated to the extracted patent data the pr0port1on -

of patent in each class to the total classes ’I‘he use of accelerated exarmnauon is mamly
found in Section-G (Physics)-and in Section-H (Electricity), and it is observed that the use
. of the system concerning these Sections accounts. for the half of the total classes.

FIG 3
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Table 3 shows the IPC codes of applications for which the accelerated examination was
often requested and the number of cases extracted according to each IPC codes. The fact
that the request for accelerated examination is filed in many cases that are classified into
‘HO4 and: G11 may reflect the rapid development of Information Technology these days.
Particularly, the filing of request for accelerated examination was remarkable under the
classification of HO4N (PICTORIAL COMMUNICATION, e.g. TELEVISION; 67 cases)

and Gl11B (INFORMATION STORAGE BASED ON RELATIVE MOVEMENT ..

- BETWEEN RECORD CARRIER AND TRANSDUCER; 111-cases). The-data- shows g oo

trend of expediting patent prosecution in these technical fields due to the active movement
_for the formulation of industrial standards regarding the communication system, graphical
- data compression technology, or the recording system using recording media such as an
- optical disc or DVD. The data also shows the trend that particular manufacturers file a lot
of requests for accelerated examination at a time. There were 46 cases for which the
- accelerated examination was filed in the field of HOIL (SEMICONDUCTOR DEVICES; .
ELECTRIC SOLID STATE DEVICES NOT OTHERWISE PROVIDED FOR)
representing cutting-edge technologies like semiconductor technology.

Also, the filing of a request for accelerated examination is increasing under ‘the
classification of GO6F (43 cases) in connection with increase .in the filing of patent
“applications of software-related inventions.

In the medical ficld, there were approximately 30: cases’ for Wh.lCh the accelerated

" examination was requested under the classification of A61K (PREPARATIONS FOR

. MEDICAL, DENTAL, OR.-COSMETIC PURPOSES). Although a product in this field
‘may take time to develop because of the necessity of clinical test, it is observed that the
accelerated examination system is frequently used in this field compared with other
le.bSlllLdllUﬂb

Table 3 .

IPC Codes Description Number
HO4 ELECTRIC COMMUNICATION TECHNIQUE 113

- Gl1 INFORMATION STORAGE : 112

- HO1 BASIC ELECTRIC ELEMENTS 102

- A6l MEDICAL OR VETERINARY SCIENCE; HYGIENE 69 -
GO6  |COMPUTING; CALCULATING; COUNTING 50
GO0t IMEASURING; TESTING ' 46
B65 CONVEYING; PACKING; STORING; HANDLING TI—]]N OR 37
FILAMENTARY MATERIAL

(D) Use of interview with examiner:

Traditionally, it is said that the use of the mterv1ew wnth examiner as well as the

accelerated examination is effective when an apphcant desires. to expedite the patent

5 prosecutlon In order to prove the effect of the interview with examiner, The extracted data

. in respect of the period from filing of a request for accelerated examination to the decision

- of a patent grant is sl:udled from the view pomt whether the interview was conducted or

not.

The result of the study is shown in Fig. 4 and Flg 5. Fig. 4 shows the cases under which
the Ist Action was the potice of decision of a patent grant. Fig. 5 shows the cases under

which the notice of reasons for rejection is issued as the 1st Action and subsequently the

15
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decision of a patent grant is issued without receiving another notice of reasons for rejection.

~ In Fig. 3, the term “Without interview” 'indicates the cases for which no interview was

CFIG4

conducted during the prosecution, and the term “With interview” indicates the cases for
which a notice of reasons- for re]ectlon was- 1ssued within 40 days from the date of

-mtervww
50% - With mtemew Without interview
o ANumber of cases . 33 0 o 7 o 219 ]
40 | Avgrage period 99 9 ‘

FIG5
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As shown in Fig. 4, in respect of the cases under which the. Ist Action was the decision ofa
patent grant, it makes almost no difference in the period from the filing of a.request for
accelerated examination to the decision of a patent grant whether the interview had been
conducted or not. However, there is no case that took extremely much time where the
. interview was conducted. From Fig. 5, it can be found that the period of prosecution
- becomes shorter by approximately 1.5 months by conducting an interview.
_On the other band, there are some cases. where an inferview was conducted but it mnk long

_.time from the filing of a request for accelerated examination to the ;.demsmn.,of..a..pateut .
grant of. A research was made to find out the cause of such prolonged prosecution as
shown in Fig. 6. In the cases taking long time from the filing of a request for accelerated

- examination to the decision of a patent grant, most of the period is occupied by the period
from the filing of a request for accelerated examination to.the date of interview. On the
other hand, the period from the date of interview to the decision of a patent grant is mostly
within the scope of 2.to 3 months after the interview. This indicates that the main cause of

- .prolonging the period from the filing. of a request for accelerated. examination to the

" decision of a patent grant is the late timing ‘of the interview; Therefore, if the applicant

desires to expedite the patent prosecution, it would be effective to conduct an interview
with the examiner as soon as possible after a request for accelerated examination is filed.

FIG6 .
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® Period of time from interview to dacision of patent grant

(E} Matters to be noted for usmg the system for accelerated exarmnatlon
As shown in the above, it is effective to make use of the accelerated examination system to
expedite a patent prosecution. This section summarizes the matters to be noted for usmg
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‘the accelerated examination system.

- About 100 cases of the registered patents for which the accelerated examination was
- requested were selected. Then, the description of the explanation of circumstances for

accelerated examination were examined. Further, a judicial precedent by the Supreme
: Court under which the description of said explanation of circumstances for accelerated
examination actually became the issue was found. Taking account of the results of the
. ‘above investigations, the maiters to be noted in preparing the description of “Explanation

~of circumstances concerning accelerated examination” ' (hereinafter “Explanation of

Circumstances™) is discussed below.

 The major description reqmrements are (1) the circumstances and (ii) the comparison

Description in “Explanation of circumstances concerning accelerated examination™

with prior art.
In respect of ‘the “Circumstances”, the application must satlsfy any "one of the

- *working-related application”, * forelgn-reiated application” or “application fiied by a
- yniversity, TLO, SME or an individual”. In this section, it is asstuned that the subject
.. application is either “working-related apphcatlon or foreign'—'related application” as

- the “circumstances”™.

Firstly, in case of the “working-related apphcanon the applicant may omit the

- additional search and the explanation of comparison required in the “Explanation of - -

comparison with prior art” on the ground that the comparison with the prior art has

been properly made in the specification as of the filing of the application, and in many
cases the request for accelerated examination is often received and processed through
-a very simple procedure.

However, the applicant must be very careful When he makes a description that “the

. invention is worked” in the Explanation of Circumstances. More specifically, if there

is a patent that is used by the invention for which the subject application is filed, in

“other words, if such invention utilizes said patent, the applicant might be deemed to

have acknowledged that he had been working the technology covered by said patent.
Therefore, when the applicant files a request for accelerated examination on' the
ground that the subject application is a Workmg-related application”, he must

. research the technical information and prepare a patent map concerning the peripheral

technologies of the subject invention to check out the patents owned by other parties

. and reduce the risk that such other parties may enforce their patent right.

‘When the applicant files a request for accelerated examination on the ground that the

subject application is a' “foreign-related application”, he would have not so many
problems as mentioned above as in the case of “working-related application™.
However, if the patent office of the relevant country has issued a search report, then

- the applicant will be required to submit all dociments cited in the search report and to

make comparison in respect of all cited references. Therefore, it would cost much .
labor if the search report has cited a lot of references : o

Judicial precedent where the description in the search report and the explanation of
comparison became the issue:

The phrase “accelerated examination” was searched in the website of the Supreme
Court. As a result, a remarkable case holding a decision that the description in the

~ Explanation of Clrcumstances may affect the decmon under the doctrine of

o equwalents was found.
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The decision made in the Case-Number 268 (ne) of 2001; a lawsuit. demanding the
confirmation of no right to demand injunction for a patent right, and.an appeal

. . demanding an injunction of patent infringement, that the. amendment made in the
.. .Explanation of. Circumstances is an essential feature of the subject: invention. The
applicant amended the claim with adding a description for clarifying the feature of the
invention. As a result, the infringement under the doctrine of equivalents was not
acknowledged.

... That is, the applicant must confirm that the description made for the comparison with.
a prior art should not carelessly limit the scope of right of the subject invention (by
emphasizing, for instance, the effect or operation of the invention in the comparison

. with the prier art). -

(3) Prefercntlal Exarmnatlon System . .

The JPO has reported the data shown in Table 4 below w1th respect to the. number of cases
for which the preferential examination was requested and to the. period from the filing of a request
to the issnance of 1st Action by the examiner. The data concerning the examination period is Just'
the same as the data shown in Table 2 above, and the JPO has reported the average value mixing
the cases of the accelerated examination and the cases of the preferential examination. :

Table 4

Number of Reqﬁest for Preferential AT .
- I . Examination Period
Examination Filed : o , ' :
- 1999 - 2000 2001 - 20021 1999 2000:: 2001 - - 2002
25 - 34 30 23 3.6 months|3.1 months|3.3 months|2.7 months| -

As shown in Table 4 above, around 30 requests for preferential examination have been
filed each year during the term 1999 to 2002. The number of requests filed is much lower than -
that of the request for accelerated examination, and it is observed no tendency of increase that can -
be observed in the accelerated examination. -

. The data of preferential examination out of the above application data for which the
preferential examination was filed in the same manner as used in the study of the accelerated -
examination was extracted, and 9 cases were found in 2001. As a result of further investigation in -
detail, it is found that 3 cases out.of 9 were not accepted as the object of the preferential
exarnination, and that the preferential examination system effectively served for the benefit of the
applicants only in 6 cases. The reason for not accepting the -above cases as the object of -
preferential examination was as follows: in two cases on the ground that the working by a third .
party or its effect is unidentified, and in one case on the ground that the subject application is
about to be exammed by the Office under the normal exammatlon procedure

~ The Explanatlon of Circumstances to, be submitted upon filing of the request is requlred to
descnbe the evidence supporting the fact of working of the subject- lnventmn by .a third. party and
to identify the cffect of such workmg It seems -that this descriptive requirement is strictly
examined by the selection committee of the IPO.
~. . The following comparison was made usmg the above extracted data in order to further'
examine the use of the preferential exammatlon system.

(A) Period from the filing of a request for preferential examination. to the issuance of Lst
Actlon
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The data of extracted 6 cases are shown in Table 5 below. The average period of 6 cases is
‘approximately 77 days, meaning that the period is still shorter than that of the accelerated
“examination. Moreover, in respect of the 5 cases excluding the case for which the request

was filed by a third party who worked the invention, the averege period is approximately
56 days, md1catmg that the penod is shorter than that of the accelerated examination by -
[ approx. oné month. - ' <

(B) Period from the filmg of a request for preferenual exarmnauon to the decision of a patent
grant:

- In respect of the 6 cases, the period from the filing of a request for preferenual examination
to the decision of a patent grant is approximately 253 days (appx. 8 months) on average. In
respect of 5 cases for which the request was filed by the applicant, the average period is
approximately 178 days (appx. 6 months). The examination period under the preferential
examination system is almost equivalent to the period under the accelerated examination,

g aithough we have only a limited nuinber of samples for the preferential examination and it

C-is dlfﬁcult to compare with the mvestlgatlon result of the accelerated exammatlon B

~ Table 5 : o
Filing of a request for |Filing of a request for
_ preferential examto  |preferential examto _
Case No. the issuance of 1st the issuance of the Note
Action grant of patent
1 _ 3% 158
2 46 200
4 sa 166
5 .97 167 : . .
e o . ‘ ' ‘ '|Request filed by the person
S 6 o 18l e 629 who worked the invention
Average of cases 1-6 77 253 _ ' o
Average of cases 1-5 56 w178 (Unit: Day)

- Upon examining the data in Table 5, the cases are identified either as filed by the apphcant
or by a person who worked the invention. When the request for preferentlal examination is
* filed by 2 person who worked the relevant invention, such request is mostly accompanied
by additional materials that may affect the patentability of the inverntion, since this person

-inténds. 10-hamper_the.establishment of the.patent.. That’s why.it takes time uniil the_1st.

- Action is issued for processing clerical works relatmg to submitted materials. Further, in’

“ “case of Case No.6 in Table 5, it took time until the issuance of the grant of a patent because
the prosecution extended to the appeal trial against a decision of final rejection.

‘ (C) Matters to be noted for making use of the system for the preferentiel examinati_bn: . o
~ The description of the Explanation of Circumstances for the preferential examination is

20
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required to set forth the circumstances of the working of the invention, effect of the -

of the cease-and-desist letter or any other document evidencing the fact of the working of
the invention. According to the Guideline issued by the JPO; the JPO. will- not require
additional explanation by the person who submitted the Explanation of Circumstances, and
-such person will not be awarded an opportunity submit additional materials. It should be
oted that, since the freatment of the preferential examination is up to the solé discretion of

working by a third party or other necessary matters, and it must be accompanied byacopy =~

... the Commissioner of the JPO, the person who filed. a request for preferential examination..
 may not present any objection even if the request is not accepted. Therefore, an applicant
must be very careful in complying with the description requirements of the Explanation of
.- Circumstances.
. The followings are the matters to be noted either by the apphcant or. by the person who
worked the invention, respectively. : .

- i) Piling of a request for preferential examination by the applicant:. - :

' When an. applicant makes use of the preferential examination system, he should
submit the Explanation of Clrcumstances accompamed by any product, catalogue,
sample, photograph or other material sufficiently describing the fact that the invention
is being worked by a third party. Although the Guideline issued by the JPO.provides
that a copy of the cease-and-desist letter should be attached, but some cases are
qualified as the object of preferential examination only by describing that the. letter is

‘under preparation. It seems that a copy of the cease-and—desmt letter is not necessanly .
- required. ' '

i) Filing of a request for preferential examination by a person who worked the invention:
A third party may make a request for.examination to the Commissioner of the Patent
Office (Article 48.3, Patent Law) in order to prevent any damage caused by an.
application for which the request for examination has not been filed and the right
based on which has not been finalized. It is desirable that such risk of damage is -
solved as soon as practlcable but the accelerated examination may be filed only by the
applicant and no third party is allowed to make use of the system. The third party may,
however, expedite the prosecution to finalize the atiribution of the nght by.way of

- making a request for the preferentlal examination.
For the third party to make a request for preferential exammatlon 1t 1s necessary to
prove the fact that he actuaily works the invention in the description of the
-Explanation of Circumstances. Further, such third party must submit a written
docurent describing the ground for clanmng that the invention covered by the subject
patent application lacks the patentability requirements, accompanied by any
. publication or other documents supporting the lack of patentability. _
It should be noted that the subject application shall not be gualified as the object of
preferential examination if the person who worked the invention receives. the grant of
license from the applicant.

2) Use of the system(s) in other countrics
(1) Use of the system mUsS

(A) Actions on "Make Specml“ iﬁenﬁons to the director of the USPTO ,
Actions on "Make Special" petitions (FY1998-FY2002) are shown in Table 6 below
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.Table 6
1 Year Number of Cases filed -
1998 1,332 (4)*
1999 - L,502 ()
2000 1,574 (0)
- 2001 1,498 ()
2002 1,576 (3)

" * The numbers shown in the toenails indicate the examinations in relation to mfrmgement or
manufacture {from “Performance & Accountabrlrty Report, Flscal Year 2002 ")

As shown in Table 6, actions on "Make Special” petitions to the director of the USPTO
" show the trend of slight increase, and almost no request’ is being made in respect of the
applications in relation to infringement or manufacture.

(B) Matters to be noted upon petition: ' o '
The requirements for filing "Make Special” petitions are similar to those of the accelerated
- ¢xamination of Japan. The difference is in that the applicant is not allowed to make a
- request for the "Make Special” on the ground that the correspondmg app11cat1011 has been
filed in any foreign patent office.
The most commonly stated grounds for making a request for ﬁlmg a "Make Special”
“petition would be that “The applicant has conducted a search for prior art and examined the
* ‘patentability of the subject invention in detail”. Therefore, the level of difficulty in making
a request for accelerated examination should depend on to what extent the applicant is
required to conduct a detailed examination of the patentability of the subject invention in
*“comparison with prior arts. The explanation on the comparison with prior aris may be
“ “considered as equivalent to that of the accelerated examination’ system in Japan. However,
“'it should be noted that it is doubtful that an applicant may use the explanation on the
difference between the subject invention and prior art descnbed in the patent specification,
- if any, as he is alIowed to do so in Japan

(2) ‘Use of the system in Europe

(A) Number of the request for accelerated exammatlon ﬁled

' 1) Data in FY2001 :
- Despite a noticeable increase in the number of requests for acceletated search and
substantive examination, the PACE programme, which enables more rapid completion *
of the grant procedure without addmonal cost ‘was seldom used in the period under
Teview.
The Office was asked for accelerated procedure for 1 935 searches (+3.1%), and 4,287
examinations (+8.8%) under the PACE programme. The programme accounted for-
2.8% of the European searches and 5.4% of the whole substantive examinations under

the European examinations requested (by 2001 Annual Report: Business Report),

i) Datain FY2002 :
In 2002, The Office was asked for accelerated procedure for 3 400 searches (+88%),
and 5,000 examinations (+24%) under the PACE programme which thus accounted for

- 4.9% of the Furopean searches and 5.9% of the European exammatlons requested (by
2002 Amlual Report Busmess Report)
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(B) Transition of the use of the system
~As shown in the above, the use of PACE increased in FY2002 compared w1th the data of

i e e s e e

FY2001. It scems that the EPO is actively appealmg for the use of PACE. Consxdermg the
fact that the use of PACE in the search procedure increased by 88% in FY2002 compared
with FY2001, the enterprises intending to decide” whether to pursue ‘the patent nght

depending on the search result are strateglcally makmg use of PACE Lo

(C) Promotion of the use of Search Report : s

For European patent applications claiming no. pnonty (first filmgs) the EPO ensures that
as a rule applicants obtain their search reports within six months of the filing date. In such
cases, accelerated search is automatically performed; no separate request for the
application of PACE is required.

For European patent applications claiming priority, accelerated search can be rcqucstcd in
writing when the application is filed. In such cases, the EPO makes every effort to issue the
search report as soon as possible. An applicant cannot enjoy the benefit of the accelerated
search unless he files such European application in the early stage dunng the " priority
period. :

(D) Matters to be noted upon filing of a request: : :
An apphcant can file a request for accelerated examination more:easily compared with the
cases in Japan, because he may make such request without cause. An applicant should be
particularly aware that the accelerated examination should not apply to the application if -

- the applicant requests-an extension of term for filing a response, since the applicant as- well
as the EPO is required to cooperate in the accelerated examination.

(3) Use of the system in Asian Countries : -

In Korea, it takes approximately 23 months from the filing of an apphcatlon to the issuance
of the grant of a patent under the normal examination proceduré, but an applicant may obtain a-
patent tight in about 5 months from the filing of an application if he make use of the preferential
examination system. In 2001, the request for preferential examination was filed for 1,027 cases,

~ and 964 cases (approximately 94%) were examined under the preferential examination procedure.

Looking at the request for preferential examination filed in 2001 according to each ground for
such request, 464 cases were filed on the ground that the application is filed by a venture business,
which is the most frequently stated ground, and the secondly stated ground was that the
application is being worked (or prepared to be worked) by the apphcant and there were 247 cases
stating such ground.

In Taiwan, the accelerated examination is apphcable onIy to the apphcatlons ﬁled on or
after October 26, 2002, and the present use is unknown. :

3) Summary of Use in Each Country
The use of the accelerated or preferential examination system is summanzed in Tabie 7
below. :
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Table 7

Countlry 7 3 o Us C Europe . .
ltem - Japan D : . (USPTO) : (EPCY : L Korea.
' . L 1. Accelerated Examination . C o . 34007

Number of cases for which 4,097 cases (in 2002) 1,600 cases g Search: 3,.400: cases 1,027 cases

an accelerated or preferential : L S : : Examination: 5,000 cases . N
examination was conducted |~ Preferential Examination o (in 2002) 1 (in 2002) (in 2001} -

‘| 23 cases (in 2002) - RO o
. AR Approximately 23 months
- L . PE SRR : 46.1 mcnths : § (in 2001} .
Normal examination period . 29 months (in 2002) : 24 monghs (in 2002) _ (2001 . - (from the filing of an application to the

" issuance of the grant of a patent)

Period from the filing of an

application to the issuance of ' . ' " 16,7 months 0.7 menths . : e .

the 1st Action under normal 24 moﬁhs (in 2002} (in2002) - (in 2001y 22.6 months (in 2002)

prosecution R . ' :

Period from the filing of a0 |, . .elerated Exarnination Approximately.s months

application to the issuance of : : ] . :
the 1st Action under 27 months - Unknown Unkneawn - » oo (2001
accelerated or preferential |- Lrc crcntial Bxamination ‘ : : (from the filing of an application to the
TP 1 2.7 months S s ’ _ : - issuance of the grant of a patent)

examination

£270
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4. Aiming at Expediting Patent Prosccution from (Global Perspective

1) Exped1t1on of Patent PI’(}SBCUHOH n Japan A : ,
As a method to expedite a patent prosecutmn in Japan an appllcant may choose the

accelerated examination system or the preferential examination system.. The applicant may make -

use of either of the accelerated or the preferential examination system if the applicant suffers from.
the working of the subject invention by a third party after the laying-open of the application, but-
otherwise.only the accelerated examination system is available. The applicant may further e_xijédite
the prosecution by way. of having an interview. with the examiner. Qur recormmendation is to niake
use of the accelerated examination on the. ground . that the_.subject application is an application:
currently worked or to be worked by the applicant himself or on the ground. that the application isa
foreign-related application, even if the applicant may choose either the accelerated or: the. |
preferential examination, because the procedure he has to take is much easier. ,
- Upon making a request for an accelerated examipation, what i is most important to be uoted by

the apphcant is the description of “Search report and explanation of comparison” in the Explanation
of Circumstances.. The descnpuon of this section not only burdens the applicant but.also. has '

possibility of causing the.technical scope of the invention to be unreasonably construed in a lmuted '

manner. B . S .
Under the 2002 fevisions of the Patent __Law, the operation of t.he di,sc_:losure- system-on prior
art document information was commenced. Article 36.4(ii) of the Patent Law. stipulates tha't,‘upon
filing of a patent application, the applicant is required to describe, to the extent as the applicant is
aware, any information concerning the known invention.(as set forth in Article 29.1 (iii) of the-
Patent Law) which is relevant to-the subject invention for which the application is filed, such:
information may include the title of the published document containing the relevant invention or the
whereabouts of any other information concerning such known invention (prior art information). The
requirements upon the disclosure of the prior art information is not: as strictly -stipulated_ as in the.
provision concerning Information Disclosure Statement (IDS) in the US, but the revised provision
of the Japanese Patent Law requires that such prior art information should be described in the
detailed explanation of the invention. Therefore, an applicant may make use of the description made
in this section to the “search report and explanation on-comparison” in the. Explanation of

Circumstances.

2) Aiming at expediting patent prosecution from global perspective |

As the method for expediting the patent prosecution for an invention created in Japan, the: |
cases by dividing into an invention before filing of an application and an invention after the filing of '
an application are studied. o
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(1) I the applicant desires prompt prosecution prior to the filing of an application:

if the applicant desires prompt prosecution prior to the filing of an application, the
applicant should proroptly prepare the English version of the specification and file all
corresponding foreign applications on the same timing as the domestic application to the extent as
possible, and make use of the system for accelerated or preferential examination in each country
in order to obtain patent rights within the shortest possible period. Now, the case where the
foreign applications claiming priority are to be filed one year after the filing of the - basic

application is examined. Naturally, it goes without saying that the applicant may enhance the -
probability that the 1st-Action by the examiner is the decision of the a patent grant, by way of

preparing claims based on sufficient search of prior art before the filing of the application.

In Japan, an applicant should make a request for accelerated examination on the ground -

that the application is a “foreign related application” promptly aficr the filing of the foreign
applications, and further conduct the interview with the examiner at'an early stage. Since the
applicant is required to disclose the prior art-document as from FY2002, the applicant may make

use of the' description of such disclose of prior art document for the description made in the *

explanation on comparison with prior art. In respect of the corresponding European application,
the applicant should make use of PACE, and also he should file a petition for “make special” in
respect of the comresponding US application promptly after the filing of the respective
applications. By using the patents granted in JP, EP or US, you may expedlte the prosecunon of
the corresponding patent applications in other Asian countries.

If the applicant desires to expedite the prosecution of an invention for which the ‘applicant
has not conducted sufficient prior art search, the applicant may choose to file a PCT application -
for the first instance, and use the search report issued for the PCT application. A year later, the
applicant may file a convention application (Paris route) on an each-country-basis, after referring -
to the search report issued for the PCT application, and take the same strategy as menuoned:

above, thereby enabling prompt prosecution of the case.

* An applicant may also choose to file the basic application with the EPO, because a basic |

patent:application filed with the EPO without claiming priority will be automatically subject to

PACE, and the seaich report for such application is issued in an early stage. A year later, the

‘applicant may file a convention application (Paris rouite) on an each-country-basis, after referring
to the search report issued for the European application, and take the same strategy as mentioned

o T T e A o e

above;thereby-enabling-prompt-prosecution-of the-case:

(2) If the applicant desires promipt prosecution after the application is transferred to the patent
* office of each country: :

In some cases, the applicant may be unable to make use of the accelerated examination

system, but basically it should be possible for the applicant to expedite the prosecution by using

2
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the accelerated examination system in each country. However, it should be considefed that if the
search :report -is: issued - by any- patenting - authority - the - applicant might further: exped1te the-

prosecution by taking appropnate steps in view of the search result.

3. Conclusu)n

T LS J e S

e et

The purpose of this paper was to study the method of expedlte patent prosecution from the

globai perspective and to introduce the systems for: accelerated or preferential examination in Japan,

US, Europe and other Asian countries. We also proposed effectlve method for utlhzmg each such

‘system in view of the past cases and judicial precedents.

We hope this paper. w1Il serve as a guide for corporatlons to cxamine thc mcthod for.

. e.ffectwely expediting the patent prosecutlon from the global pcrspectlve
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~Title: Patent Law Harmonlzatlon Can We Move to an.Objective Global -

Standard?

Date: October 14- 17, 2008, 34" International Congress, Dearborn o

_ Mlchlgan USA '

Author: Lawrence T. Welch Eli Lllly and Company
Source PIPA Amerlcan Group )

Statutory Provisions: Substantive Patent Law Treaty (SPLT) Pans
Convention, 35 USC 102(e), 35 USC 102(b)

' Keywords:- Harmonization, prior art, first to file,'Substanti_ve Patent Law

Treaty (SPLT), Hilmer provision

~ Abstract: Substantive Patent Law Treaty (SPLT) discussions are stalled,

with no meetings planned untit mid-2004. The reasons for this include a
resistance by offices to be seen as the first to give concessions, an
insistence that certain practices not desired by users are best practices,
and efforts by developing countries to insert unrelated provisions into the
treaty. However, discussions between Non-governmental organizations
{(NGOs) suggest that support exists for a limited harmonization proposal
involving a global definition of prior art and a grace period for disclosures
emanatlng from the inventor.
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Harmonlzatlon Dlscussmns Are All
Too Predlctable

. Flrst to file is the “elephant in the room’ ' which is not supposed
to be dlscussed but somehow is always on everyone’s mind

* A global grace period is deSIred by many user groups, but
~ government negot|ators fear an unworkable standard; some
“users may desire “quick kills” of competitor patents

6210

« All offices are straining at the increased workload, and are
looking for some simplification in global approach which might
ease thelr burden but do not want to change their natlonal laws

*No oftlce wants to be the flrst to glve conce<53|one ” and thus
argue that provisions in their national laws which many countries
desire to be changed are “best practlces
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User Groups Watch in Dlsmay as the Dlscussmn
Proceeds and Opportunltles are Lost

e There are‘c|ear points of agreement between user
groups, despite official patent office poSitions

. Some areas may be more dlffloult to solve (e g.,
patentable subject matter) I .

0eT0

+ Some disc’UssionssimpIy do not pelong inthe
harmonization arena (e.g., genetic resources,
tradltlonal knowledge) - | |




Consi

der this proposal

Discussion with other groups suggests that there would be support for

the followm

— -AWa

countries; most major US IP user groups, including IPO, AIPLA,

BIO,

- Removal of the Hilmer provisions in US law, making prior art

g harmonlzatlon elements
. USChanges
rdlng patents to the first to file (Th|s is deswed by all other

ABA NAM have expressed support in certain contexts)

1€T10

- effective for aII purposes regardiess of where the appllcatlon IS

flled

ki

- One

European/Japanese Changes

year grace perlod for disclosures emanatrng from the |

“inventor
— Global prior art, applicable from apphca‘uon frllng date for both

novelty and obvrousness/rnventlve step
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What WouId Result From Such a
Proposal’?

. Harmonlzatlon mrght move forward wrthout belng

bogged down W|th problematlc Issues

| "- Further W|th a common understandlng of

. The applicable art,
~+ The timing of filing, and

. The safeguards apphcable for madvertent drsclosures

_- Offlces could more easny g|ve credlt to searc
_examrnatlon from other offlces | |

» Users should better be able to predlct outcorr
_global patent prosecutlon e
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1es of
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Two Questlons

%

| What shéuld global patent laws look like after
|mplementat|on of a substantive treaty on patent law
harmonlzatlon with just these provisions? |

. Answer: Slmpler more certain and predictable, faster patentabrlrty
determrnatlons greater reliability in rights granted, more economical
touse, cheaper to undertake enforcement

|
o

ceTo

What benef'rts short term and Iong term, should be
sought and can be expeoted to emerge from these
harmonrzatlon efforts? - o

. Answer: Greater international patent offrce cooperatron basis for
- “full faith and credit” during examination, and reduced costs in global |
procurement of patent rrghts T o




“Blg Picture” Objectives for Further
Patent Reform Efforts - -

Streamllned dlsclosure reqwrements

_requwements of IaW not fact -‘

Slmp||0|ty, S|mpI|0|ty, s:mpl|0|ty

Mlnlmal formalltles

Patent Off|ce exammatlon that is typ|caIIy complete and fmal
Minimal “mventor/owner -specn‘lc dlscovery |ssues A
Scope of proteCtion 'i's”legally oertaln and'equrtably falr

AII patentablhty and/or patent vaI|d|ty requ1rements are

bEIo




Noveljty

The SUbjGC@ matter of a clalm in an application for patent or a patent
issuing on the application shall be validly patentable to the applicant as
a matter of national law of each Contracting Party, unless one or more
of the followmg requirements of law is not satisfied—

(d) [Lack of Novelty]-an identical and adequate
disclosure of such subject matter is set out in a single
prior art dlsclosure

. “Prior art disclosure” with respect to a claim means a single
“public| prlor art disclosure” or a single “prior patent filing

disclosure.”

« Embodies prmcupal of use of a “single reference” only, except for

inherent disclosure and common understanding of skilled artisans in

reading prior art reference.
"'.f-."”Ob_J"thIVP Standard Iaw not fact o

ceT0




Public Prior Art Disclosure: |

- “Pubhc prlor art dlsclosure” W|th respect 1
claim means a dlsclosure that is made

| reasonably and effectlvely acceSS|bIe to

persons skllled in the art

- —(1) more than one year prlor to the prlonty date, of the

- claim or - |
- (2) |f the dlsclosure not made dlrectly or |nd|r

agTo

ectly by

~or on behalf of the inventive entity of the claim, at any

t|me before the pnorlty date of the cla|m -

Completely objectlve unlfled standard for publlc puot art |

~« Maintains one-year “grace period.”




“Globaization” of Prior Art?

Current u.s. Iaw has both natlonal and globalrzed prior

art concepts

_“Pate,nts

and pnnted publlcatrons are global

“Use” -d “knowledge must be “in this country I

Internet and |nformat|on age have blurred the lines

- between t
. Locaﬁon
Public pc

« PO, for i
~accessib

the two. o
n deflnrtlon of pnor art would Iook to "accessibility.”
of knowledge for electronlc dlsclosure IS meanlngless

»I|cy |ssue |s what a skllled artlsan could know.

example has proposed a “reasonably and effectively
le” standard. |

L5T0
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Prior PatentFiIing Disclosure:

“Prior patent filing dlsclosure W|th respect to a

clalm of

an applicant means subject matter disclosed ina
patent issued by a Contracting Party or application for

patent pubhshed by a Contracting Party where
disclosure in the |ssued patent or pubhshed ap
was flled | | |

(1) By the same appllcant more than elghteen months p
pnonty date of the clalm apphcant or o .

such
pHcaﬁon

rior to the

ge1o

1’



Prlor Patent F|I|ng Dlsclosure
(Cont’d)

(2) if the prior issued patent or published application was not filed
by the appllcant at any t:me before the pnonty date of the clalm;

~_provided that, to the extent the subject matter was disclosed in a
- priority application for which the issued patent or published
‘application was entitled to a right of priority, it shall be deemed that
- such disclosure was filed on such pnonty date for the issued patent
- or publlshed patent appl|cat|on o .

BET0

'Thus an appllcant WIth related dlsclosures cowld f|Ie them aIl within
~-the 18 month pubhcatlon wmdow | - |

12
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Effects of “Prlor Patent F|I|ng
Dlsclosure”

T,

Pnor—flled appllcatlon of another patent owner becomes prior art
as of the priority date, once publlshed o
. Result effectuates a “first-inventor- to- flle system.

Pnor-flled applrcatlon of same ownerrs pnor art only at time of
18-month publication. -~~~ |
- Removes possibility for European-style “self—colhs:on 7

. Allows for U.S.-style C-I-P practice to readily continue for up to the 18-
month publlcatlon date but publication (/n re Ruscetta) bar applies at
18 months. :
.« Creates possibilities for “double patenting” by the same ap phcant
during the 18-month window because of elimination of “self-collision”
bar to second patent, but term of second patent would need to be co-
extensive with the first patent. |

« Simplest and least technical way to permlt same aSSIgnee to build
_portfollo of patents W|thout pltfalls and traps o o

0B T0
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ations for the Hilmer doctrine:

implic

'~ In a “first-to- mVent System the prlor art effeot glven

- the filing,

of a patent appllcatlon is merely a doctrine of

convenience — where “prior invention of another” is
prlor art |n any event - | o

In a “flrst

mventor to-file” system the prlor art effect

given the filing of a patent application is what
- determines the rights of the first flllng |

The only

forelgn (or domestic) priority application — novelty-only

- or prlor a
. Treating

residual Hilmer i issue is what effect to g|ve a

rt for non-obviousness purposes.
all disclosures equally is the slmplest -

P10




“Prior Art” Definition - -

“Pnor art” Wlth respect to a clalm in an appllcatton for

patent means -

(a) any pnor art dlsclosure that is pertlnent to the |

| subject matter of the clalm or

(b) any combination of such pertrnent pnor art
disclosures where a person of ordinary skill in {
would have been motivated to combrne such

drsc osures

» Wholly objective determination on _eco_pe and content of th

he art

2P0

e prior art.




~ Using objective criteria that don’t
require inventor/assignee discovery:

All lssues can be completely examined in the patent
-offlces |
e The lssue of “denvatlon Z where rlval appllcatlons seek to patent the

- same patentable invention — might requwe current US interference
practzce to be retalned for this Ppurpose. . |

cPTo

AII assues could be addressed in reexammatlon and/or
| opposmon proceedmgs o

. Problematlc issues are gone e. g pubhc us e/on 's"ale” issues that

requ:re mtenswe |nventor/a33|gnee discovery.
;

AII |ssues may be tried before the court, not jury.

. Patental;?lllty/patent validity issues of law don’t require juries.
- Enforcement should proceed with greater economy and certainty.

16




e

Changes in European patent Iaw

heeded

N ki gt

The failure to provide for an effective, one-year"‘grace per:ic

d,”

The doctrine of absolute “self- collision,” i.e., a draconian “

patenting” law that needlessly invalidates clalms if not preeented inan

ouble

applicant’s f:rst filed patent appllcatlon in which the clalm is adequately

| supported

The I|m|tatlon on publlshed patent appllcatlons and lssued patents as

“prior art” from their filing dates by precludlng the use of thi
obviousness cons1derat|ons (e g |mposmga strict and hlg
“novelty-only” rule), - SR U REE R R

'The ab|I|ty to rely on publlcly maccessmle pnvate dlsclosu
non-confidential “d:vulgat:ons”) as prlor art

is art for

nly tecihnlcal:

YyI0

17



Changes in US Iaw needed

Provide a ‘flrst inventor-to-file” priority system, ending Hilmer.

—Replace the domestic geographic restriction on non-published
“disclosures as prior art with a new, globallzed standard that relies on
dlsclosures reasonably and effectively accessible to persons skilled

“inthe art for any drsclosure (e g mcludmg “oral drsclosures”) to have
| the statLts of prlor art. - |

Remove o§f the “forferture” and “secret prlor art” aspects of the “|n publrc
use and on sale” bar to obtaining a valid U.S. patent (i.e. retarnmg

o as “prlor art” under 35 U.S.C. § 102(b) only prior art resultmg in a

- disclosure that is reasonably and effectlvely accessrble to persons of

iordmary sk:ll m the art) L

320



| Next sion .. o

SN U S AUV

Develop a coalltlon in support of effort.

Communlcate W|th government and patent OffIC

representatlves

Begin outreach to mdependent |nventors

Achieve full globalized private .Sfec.tor. CO”SG”SU

apT0
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Is it possible?

*There is a narrow window for success.

* US consensus on patent law changes may be hard to achieve.

Recent comments by USPTO are hard to interpret, but many US
organlzatlons are in favor of first to file as part of a harmonization
package (some asa stand alone pnn0|ple) |

. Japanese and European support for graoe penod and anti- self
CO||ISIOn may be problematlo

. Global p| lvate sector consensus needed

« Commitrnent needed for years.

LYT0
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Title Study and Recommendatlons on Substantive Patent Law Treaty
S Date - 1517 October, 2003_- (34th International- ConVention iu _Dea_rbom)
Committee .- Flrst Workmg Group, 3'd Subcommlttee PIPA Japan.

mmmmCewauthofs—-—-——"f’akashlmfshrharar-——ﬂ\datsushﬁa-Eleemc{ndusum Co;Etd ) .

' Yulcln Ishxhara e Hltach1 Led. )
" Takamasa Otake ( Fuji‘Xe.rox Co., Lid. )
Hiroshi Watanabe ( Nippon Telegraph and Telephone Corporation )“: '

Kejrwords WIPO; Substantive Patent Law Treaty; correction; grace period;- claim;
industrial applicability; new and useful; grounds for invalidation

‘Related Provisions: WIPO SPLT SCP 9/3 Amcles3 7; 7bls 9 11 12; 13 and 14
- ~ Japan Patent Law Articles 30; 36(6)(i) and 126
- U.S. Patent Law -~ -~ . Adticles 102(b); }12:and. 251 .- = .

European Patent Conven’uon Arucle 84

Summary:. - ..~ - The Workmg Group has con31dered the ideal SPLT for users by followmg -
. . the discussions:at WIPO/SCP i : SETRRER ' 2

~_This .year, the Working Group. especially’ studled in, detall Amcles 7bls v

“(Amendments or. Corrections of Patents), 9 (Grace Period), 11 (CIauns), 12 .

Invention) and 14 (Grounds for Invalidation or Revocation of a Claim or a
Patent) of SPLT to.submit related recommendations.

(Condltlons of Patentability), 13 (Grounds for Refusal of .a- Claimed.
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1. Introd-uctio'n
Upon establishment in June 2000 of Patent Law Treaty (which aims to harmonize different

“formal requirements” applied in countries in the world for- granting patents), WIPO/SCP -

(Standing Committee of the Law of Patents) resumed drafting process of Substantive Patent Law
Treaty (SPLT). For the benefit of applicants seeking for worldwide patent protection, SPLT ‘is
- expected that more than one patent offices will deliver the same decision as a result of respective

examination procedures to reduce expenses relating to application procedures, allow applicants

- -and others to anticipate whether or not a patent will be granted and ensure other effects.

e The Working Group has tried to consider the 1deal SPLT for users by following the
discussions at WIPO/SCP and espemally studied followmg Articles of SPLT in detail to submit

- recommendations:
Articles 7bis Amendments or Corrections of Patents, |
Article 9 " Grace Period, o - )
Articleil Claims, '
~“Article 12~ - Conditionsof Patentability,
Article 13 . Grounds for Refusal of a. Claimed Invention and
Atrticle 14 Grounds for Invalidation or Revocation of a Claim or a Patent.
2.

Terminology of Substantive Patent Law Treatv (SPLT), Regu!atlons Practice
‘Guidelines S ‘ : -
SCP has discussed draft SPLT twice a year, and the last discussion, the 9™ session, was held

on May 12 — 16, 2003. Based on the discussion and agréement at the session, the draft SPLT will

. be revised at the WIPO International Bureau and provided to SCP for the next session.
The first draft SPLT was introduced to the 5 session of SCP (held in 14-19; ‘May, 2001) and this
artlcle refers to each version ‘of the draft as SPLT X in‘accordance with the number (X) of session
* which discussed the draft. ' ' R e

SCP has also discussed “Regulanons and “Practice GUidelines’-’ based on SPLT. Draft
documents of such instruments are also prepared: and: revised based on-the discussion- and
‘agreement at each session by WIPO International Bureau. This article refers to each version of
the draft Regulations and draft Practice Guidelines as REG-X and PG-X, respectively, in
accqrdance with the number (X) of session in which the draft documents is discussed.

Minutes of each session have been published as Reports. This article refers to the Report of
each session as REPORT-X in accordance with the number (X) of session.
- Also this article refers to, if necessary, a specific provision in a specific version of the draft
' documents in such ways as "SPLT-X Article-Y" and "REG-x Rule-y." '
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3.  Atticle 7bis (Amendments or Corrections of Patents)
3-1. Article 7bis and Article 3 S L :
(1) . The delegation of U.S., PIPA and other countries and orgamzatmns had proposed at the 7

session that provisions relating to corrections and amendments of post-grant patent be necessary. . -
(See paragraph 54, REPORT-7) Based on the proposal, the WIPO.Interational Bureau inserted a -
: - new provision as 7bis in the draft for the 8™ session. (Article-7bis, SPLT-8). . = o :
he—newtydnserted—?bm—provrdect"that"patent"cimm(s} may"befhanged—to—the—extent—that———
“such change would correct clear mistakes (paragraph (3)) while it remained not clear for the =~
provision if a change broadening the scope of the claim(s) would be allowed as is the case with a
- ‘U.S. reissue patent application: e - s
The 8" session first discussed whethcr SPLT should rcgulatc changcs in patents, and the. -
International Bureau indicated that the dividing was not between *“‘pre-grant procedures™ and
“post grant procedures” but between the “grant and validity of patents” and the “enforcement of
patent rights.” (See paragraph 144, REPORT-8) S
- In addition, while some. agreed on provisions relating to lumtatmn of extent of protectlon
(paragraph 1) and:correction of clear mistakes (paragraph 2), others expressed negative views -
relating provisions allowing broadening of extent of protection (paragraph 3). o
. Since they were newly inserted provisions, it was decided that the draft would be mochfled E .
based on the discussion at the 7% session and the maintenance or deletion of the provision would I
be discussed at the next session (See paragraph 169, REPORT-8) SR
(2) . Meanwhile SPLT-9 Article 3 provided the types of applications/ patents (such as. lelSlonaI :
apphcatlons and continuation applications) -to which SPLT should apply. And REG-9 Rule 3
prov1des the applications/ patents to which SPLT should not apply. vt
The first draft SPLT was introduced to the 5™ session of SCP. In SPLT-5, “Apphcatlons and S
Patents to Which the Treaty applies” were provided in Article 1bis. And one delegation (whose -
name is not known from paragraph 19 of REPORT-5) indicated in as early as the 5™ session that
re-issue applications.and patents should be excluded from apphcatlon of the Treaty. - i
-~ In SPLT-6 and thereafter, “Applications and Patents to Which. the Treaty. Apphes were.
provided in Article 3, and “Applications and Patents to Which Exception Applies” in Rule 3. Rule'--
3(ii) of REG-6 was reserved blank with respect to which the U.S. delegation stated, in accordance
with the report, that it “was in fact needed to exclude re issue and re examination proceedings
from the scope of the Treaty.” (See paragraph 63 of REPORT-6) :
~ Rule 3(ii) remained blank in REG-7. As long as we can see from the report there was not
much discussion on Rule 3(ii) in the 7" session while, as stated in (1). above, the proposal of.
inserting provisions relating to corrections of post-grant patents was made in the 7™ session. -
Rule 3(ii) still remained blank in REG-8 though statement of the U.S. delegation in the 6™ -
session was added (in exactly the same way as the excerpt indicated above). In 8™ session, the -
U.S. delegate clearly requested to exclude re-issue procedures and re-examination procedures -

3
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| from application of the draft Treaty. (See paragraph 54 of REPORT-8) As the delegation of .
Canada proposed “except for Article 7bis, applications for re issue” be excluded from the draft -

'SPLT, (paragraph 53 of REPORT-8) it was disputed whether not only re-issue applications but

also re-issue patents should be excluded from the draft Treaty, as a result of which it was agreed -

~ in the session to cover only “applications for re-issue.” (See paragraph 59 of REPORT-8)

(3) As aresult, the latest Rule 3(ii) of REG-9 includes “applications for re-issue,” due to which,
- for some reason or other, “Additional Changes to Claims That May be Allowed” was excluded
 from Ariicle 7his in SPLT-9. -

At the 9™ session, discussions relating to 7bis were mainly focused on.the meaning of -
. including “Corrections of Post-grant Patents™ in SPLT without considering whether ornot Article -

7bis(3) in SPLI-8 should be deleted, while discussions relating to Rule 3(ii) were llmlted to
deﬁmnons of “re-issue™ without generatmg a new agreement. '

3-2. Corrections of Patents and SPLT
“One of the aims of Substantive Patent Law Treaty has been indicated as that “the patent

Offices will deliver the same examination results for ffacilitating greater mutual recognition of -

search and examination results by patent Offices”. (See paragraph 5 of “SUGGESTION FOR
THE FURTHER DEVELOPMENT OF INTERNATIONAL PATENT LAW,” SCP/4/2). Allowing

national laws to freely provide treatment of correct10ns of post grant patents seems not to accord“‘

~ with this goal.
‘In the U.S., re-issue patent system allowsa granted patent to enlarge the scope of the claims

of the original patent (35 USC 251). In Japan, on the other hand, voluntary corrections are

allowed only when such corrections limit the ‘scope of protection. (Article 126 “Trial for
Correction™) And no means of ‘correcting a granted patent is provided to the patentee of a
‘European patent even if the patentee found a defect in the patent.

It means that when an application for re-issue is filed in the U.S., the U.S. Patent Office -
‘'shall have to start examination from scratch though it once relied on the examination results at

the Japanese or European Patent Office. If it will be the case, the workload of the U.S. Patent

Office would hardly be reduced although it can refer to the search results and prosecution history -
at the Patent Office who made -original examination. And the applicants would ‘regard SPLT
system as not very attractive since they need to take different measures in different countries with -

respect to post-grant procedures as long as countries have different systems.

e

‘The worldwide rejection to corrections of a granted patent-may be oné solution in view of

*__harmonization. But such a solution will not be easily accepted under the concept of patent system -

because under such solution, a great invention, for instance, to-which a patent was granted
without any rejection during the patent prosectition may not be appropriately protected. From the
viewpoint of a user of patent system, a system that will glve the best protectlon as p0331b1e to an
invention is desired. : R = DR o Lo
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Thus we believe that SPLT should maintain the benefit of mutual recognition of ..
examination results (that is, allowing re-examination by the. patent Office in charge of the original |
examination) through realization of a hannomzed system allowing a w1de ~range.of corrections )

1nclud1ng those eniargmg the scope of claims. .
As we indicated in 3-1 above, the discussions relating to 7bis (Amendments or Corrections

of Patents) -have Just started and not fully made. Jn this. connection, we considered why
co;.:recttonsnfmpatentsmsheuldmbemmcluded—as-fc;llews—thgugh-tt—may—g&t}ff—fromthempuppQseeﬂthtsm—m—_
article of following the discussions of SPLT to provide related recommendations. e

3-3. Introductlon i : : . , .
Article 7bls(2) of SPLT—9 prov1des that “No amendment or correctlon ina patent may be

penmtted . where the amendment or correction would result in the dlsclosure contained in the
patent going beyond the disclosure ...on the ﬁhng date.” It provides the relatlon between the
correction and d1sclosure at the time of filing date in- correctmg claim(s) in a patent wh11e it does.
not provide the relation between the scope of protection conferred based on granted clatm(s) and
that conferred based on corrected claim(s). _ _
Sometlmes however, corrections enlargmg the ongmal Scope of protectlon are requn‘ed
after grant of a patent. Moreover, the pro-patent pohcy which weighs heavily on protectmg .
~ patentees will allow, for the purpose of protecting the essence of an invention, patentees to make I
corrections enlarging the ongmal scope of protection to cover as broadly as posmble the original
disclosure even after grant of a patent as long as the corrections do not go beyond the disclosure y

on the filing date. : .
Thus we examine whether or not provisions allowing amendments or correctlons of granted -

patents or claim(s} enlarging the scope of protection should be included in Article 7bis.

3-4. Latest Provisions
‘Draft SPLT for the 8" session contamed the rev1sed provisions that “SPLT shall not apply_ .
to applications for re-issue” (SPLT-8 Article 3(2), and REG-8 Rule-3), as a result. of which
SPLT8 Article-7bis 3) (provisior:é atlowing correctione enlarging the scope of proteetion) was
deleted. Thus, current Draft does not allow corrections enlarging the scope of protection. '
We believe, however, that renewed considerations should be made to allow corrections..
enlargmg the scope of protection taking into account the followmg examples.

;; 3-5. Corrections of a Claim Possibly Enlerging the Scope of Proteetion _
- f The followings may occur: . : -
i (1) where corrections of a mistake (Artllce-7(3) (a “mlstake” is actually defmed in RuIe—'?(Z)
{ (a “clear mistake™)) lead to enlargement of the scope of protection; . )
; (2) where corrections for clarifying the scope of a claim lead to enlargement of the scope of
!

5.
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- protection;

(3) - where an unnecessary claim limitation is found after grant of patent; and

(4) where patent was granted without necessary amendments dunng the examination i

- procedure.

3- 6 Advantage and Dlsadvantage of Allowmg Correctlons Enlargmg the Scope of '

" Protection
(1) Advantage

Since claims are described by the apphcant(patentee) by him/herself as “Claim(s),” some
. say that the scope of protection defined by him/her should not be subject to volnntary ‘correction
'enlarging the scope of protection after grant. In view of promoting pro-patent policy, however,

 allowing corrections enlarging the scope of protection in the case of (3) above will provide'a -
chance of relief for the patemee to correct a granted palent to counter agamsl a revocauon acuon '

or to prevent others from potentlal mfmngement (See comments at SPLT-9 Artlcle-7bls)
2 D1sadvantage '

On the other hand, allowing corrections enlarging the scope of protection will result ifi
enlargement of the scope of protection after grant preventing a third party from ant1c1pat1ng the

scope of protection.

" Moreover, a request by patentee to make such a correction will require the Patent Office to™

decide the adequacy {i.e., examine the patentability of a corrected claim) which requ1res more

personal resources at the Patent Office. The new type of examination may also delay examlnatlon |

procedure at the Patent Ofﬁce on the whole.

3-7. Measureéz‘rto DiSadvantages
While there are both advantages and disadvantages in allowing corrections enlarging the

scope of protection as dlscussed above we propose to mtroduce the followmg measures to reduce |

the dlsadvantages

(1) To limit the time period, two years after reglstratlon for 1nstance dunng whlch a correctlon
enlarging the scope of protection may be accepted . '

(2) To grant intervening right to a third party who happens to infringe the corrected claim as a
result of designing his/her product based on the pre-corrected claim. In other words, intervening
right is the right granted to a third party who implements an invention which was not cove'red'by

(not infringing) the scope of protectlon conferred by pre~corrected patent clalrn but is covered by ‘

~ (infringing) the scope of protection conferred by coitected patent claim.
'_ ' (3) To apply the doctrine of estoppel, which means that correctlons rev1v1ng the scope
eliminated during the prosecution history will be reJected and ;
4) Toset hlgher fees for correctlon-related procedures to prevent any abuse of the process
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3-8. Case Study of Allowing Corrections Enlarging Scope of Protection _
_Here we examine a few cases that may occur in allowing corrections enlarging the scope of
7 Vprotecuon

(1) Prior patent with element ABC is corrected to have element AB whlle there is a later patent
with element ABD: . . : : : ;
In this case, both patents were properly granted and the later patent dldn t infringe the prior

natentwuntdmthe“em:reetlonmwaswmademWhenWhenwe-vep“the—pmornpatentmwasmeepreetedmtomhave-—m——
~ element AB, the later patent consisting of ABC would be deemned as an invention using the prior '

patent consisting of AB, preventing the patentee of the later patent to use his/her patent without

infringing the prior patent. Thus how to save the patentee of.the later patent needs to be

considered. We believe that the patentee of the later patent should be granted intervening right if

he/she has. carned out his/her invention ABD in good faith prior to the time when corrected patent

AB was reglsteled . - . - -

(2) When a patent with element ABC becomes sub}ect to a chspute over whether or not ABC’ y

(C is an alteration of C) carried out by others, is equivalent to the patent, the claim is corrected to

have element AB . o _

Use of ABC’ w111 be deemed w1th0ut cons.1dermg the p0351b1hty of equ;valence as fallmg o
within the scope of protection conferred by the corrected patent consisting of AB. At first glance, .

AT
ol

it seems reasonable that intervening right for the corrected patent AB should be granted to the
user of ABC” who commenced to exploit his/her invention believing that the patent.consisted of. -
ABC, i.e.,. his/her product would not constitute infringement. Granting intervening right, however,. |
should be decided depending on the relationship of implemented ABC’ and pre-corrected patent
ABC, and we should consider whether or not allegedly infringing product is found (by the court)
as falling within the scope of equivalence. That is to say: AT
- If ABC’ is found as not equivalent to ABC, no special problem w111 occur by grantmg

_ intervening nght for exp101tat10n of ABC” (as is the case with (1) above), S
- If ABC’ is found as equivalent to ABC, granting intervening right for exp101tat1on of ABC’ may.
prevent, when ABC is corrected to AB, claim AB from being enforced against the user of ABC’
which should have been possible before the correction.

Accordingly, we believe that intervening right based on corrected patent AB should not be
- granted for implementation fallmg within the scope of pre-comrected claim (including
implementation . falling within the scope of equivalence) because the intervening right is
something that can be granted to a third party who implements an invention which was not-
covered by (not infringing) the scope of protection conferred by pre-corrected claim but is
covered by (infringing) the scope of protection conferred by corrected claim

3-9. Reqmred Modmcatlons to SPLT to Incorporate Our Proposal B . :
~ Introducing our proposal to SPLT will require .the following mOdlfiC&thIlS to the

-
!
{
+
/
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provisions:

(1) - deletion of the phrase * ‘amendments and corrections in order to limit the extent of the
protection” in Article 7bis(1) of the underlined part;
. (2) introduction of new and express provisions relating to “corrections enlarging the extent of

protection” including hrmtanon on time penod and mtervenmg nghts (revwmg SPLT~8'

Article-7bis(3); and

3 deletlon of REG-9 Rule-3 of the phrase “this Treaty does not cover apphcatlons for
- re-issue.’ S S . B

~3-10.Conclusion

This Article has discussed the appropriateness of ‘allowing corrections enlarging thé scope-

of protection. We believe that, as stated above, provisions allowing corfections enlarging the

scope of protection after grant to the extent of disclosure on the filing date, are reasonable from

the viewpoint of promoting pro'—patent polic:y'seeking to protect the ‘essence of an invention.

Moreover, the interest of patentee and that of the public can be balanced by taking a’pprop'r'iate '

measures such as-limiting the time period for corrections and providing mtervemng fi ghts to
offset any possible disadvantages caused to a third party by the enlarged scope of protection.

We hope that’ introduction ‘of our proposal will help the patent system develop further-

providing more: protection to inventors and patentees even though it may require difficult

decisions (as to, for instance, whether the alleged product falls within the scope of protectlon or‘ .

whether ornot mtervenmg nght should be granted) in 1nd1v1dual cases.

4. Article 9 (Grace Period)
' Last year we studied on SPLT-7 Article-9 and examined alternative A which was similar to

“provisions of Article 30 of Japan Patent Law and alternatlve B sumlar to Article IOZ(b) of us

Patent Law
~ As a result, we concluded to support alternative A due to the following reasons. =~

(a) The alternative B was not suitable for first-to-file system as the p’rbviéibns exclude

disclosure of an invention made independently by a third party from prior arts, whlch is
" too much exceptions under first-to-file system. '

(b) We are in favor of grace period to make the most of defensive disclosure but such a too B

e i ey s AT

much exceptlons make defensive disclosure difficult.
As we found revisions in Article-9 after SCP 7" session, we continued to study on grace

~period in succession to last year. Rather big modification was made between “SPLT-7 Article-9”

and “SPLI-8 Article-9” but the difference between “SPLT 8 Artlcle 9” and “SPLT 9 Amcle-9 was
minor so that we mainly examined SPLT-9 Article-9.
In the following, we begin with indicating “the features of g'raee period scheme under

8
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_ first-to-file system” and “Article 102(b) of US Patent Law,” and make comparison between them. -
‘Next: we introduce SPLT-9 Article-9 (1) and comments of US- delegates. with respect to that. -
f Article. Then we examine the appropriateness.of US comments and finally submit our proposal. . -

4-1.- Grace Period under First-to-File System . e e
‘Under first-to-file system, technologies and information known pnor to the ﬁlmg date w111

threatcﬂ—as*prrorans—The-gracepenodqn"the—frrsrtmﬁ}e"systenrconstrttttes the—exceptwn—tﬁ————
the principle, excluding disclosures made by (for instance) the applicant for a prescribed period .

of time prior to the filing date from treating as prior arts even though those were known prior to ...

the filling date. In other words, it is the scheme for making “an exception to prior arts.”

Principle All known arts prior to ﬁhng date
are deemed aspriorats. | Y
_—
~ Filing Date
<P”°rA“S _ | S
/’/xféﬁf’mm M Exception to
- .} Disclosure._by. appli Lgﬁ/”'PdorAng B

Grace Period % isclosure. by..applican R ,

/% is excluded “from_prior _ :

)

Filing Date

A year (or 6 months)

4-2, US Patent Law 102(b) .~ - _ -

In the US which applies first-to-invent system under which “pétént is awarded to the person
who-was the first to make the invention,” novelty of an invention is_decided__baséd;_ on the date of. _
invention, not the filing date. Thus, simply speaking, a patent application may be filed at anytime- -

after the invention is made. .

Principle
under
First-to-Invent

Can be filed at any time.

Date of Invention

If, however, novelty of an invention is always decided based on the date of invention, an
adverse effect may be that the inventor keeps his/ber invention secret on purpose. Thus the US

9
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Patent Law provides, while taking in principle the position of fist-to-invent system, “criteria of
decision based on filing date” (Article 102(b)) under which an invention may not be patented if -

the any-of the following facts existed atleast 12 months prior to the filing date: -

(1) that the subject invention was patented in the United States or-other countries in the world;
(2) ‘that the subject invention was published in printed matter in the United -States or other
countries in the world; L ' '
(3) ~ that the subject invention was publicly used in the United States, or-

{4)  that'the subject invention was sold in the United States.

Since the Article provides the grounds for rejection based on the fact happened at ieast one
year prior to the filing date, it is called as the “One—Year Rule.” .
Article 102(b) may be hterally illustrated as follows

~ Disclosure by Disclosure by
third party third party ~ Not falling
TN ' - within (1)-(4)

102 (b) of US
Patent Law

Invention disclosure '\ disclosure

Falling within (1)-(4) +

One-Year Rule seems similar to the grace period under first-to-file system because the
decision: is° made based on the filing date. 'When, however, considering the principle of
first-to-invent system under which “a patent application may be filed at any time (an application -

does not need to be filed earlier than other similar applications), Article 102 (b) may also be
illustrated as follows

10
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102 (b) of US

SRR IR T -t B

<P

Patent Law : ) % Patent shall not be \\\
_ | ‘ Can be filed at any time § % o
| Mm S

_ " ~~ N

Publxcal:lon of I o
Date Of unexamined . 12 months ___Exception to
~IGVention _application, etal. - fime period. <

That is to say, Article 102(b) of US Patent Law does not prdvide exception to prior arts ‘tha_t B

‘became- known prior to the filing date but provides exception to the period during Wwhich an

application should be filed to be awarded patent. It is understandable when considering the fact ~
that 102(b) was made to deal with the “adverse effect of keeping an invention secret” as we
discussed above. N ' s o
In other words, the grace period under first-to filé systemi provides “exception” during the |
prescribed ‘period prior to the filing date while 102(b) does not provide anything relating to the

prescnbed perlod pr10r t0 the fllmg date durmg Wh1ch penod the flrst to—mvent pr1n01ple stlll

‘controls.

4-3. SPLT-9 Article-9 .

Draft SPLT provides similar rules to Article 30 of Japan Patent Law in that the grace period
applies in principle only to disclosure made by the ihventor and information that became known
to the public against the inventor’s will. : '

SPLT-9 Article-9 -
Information Not Affecting Patentability (Grace Permd)
(1) [General Principle] :
Information which otherwise would affect the patentability of a cialmed mvenuon shall not
affect the patentability of that invention, in so far as the information was made available to
the public anywhere in the world in any form during, or included in the prior art under
Article 8(2) on a date during, the [12] {or six] months preceding the priority date of the
claimed invention, _
" (i) by the inventor,
(11) by an Office and the information was contained :
.+ {a) in another application which was filed by the inventor [and should not |
- have been made available to the public by the Office], -
(b} in an application filed without the knowledge or consent of the inventor by s
a third party which obtamed the mformatlon dlrectly or 1nd1rect1y from the
" inventor,
or

1
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(iii) by a third party which obtained the information dlrectly or indirectly from thc
inventor. s \

" Alternatives A and B in SPLI-7 Article-9 .have not seen since SPLI-8 Article-9, and the phrase

“and should not have been made available to the public by the Office”™ have been instead inserted
in paragraph (1)(ii)(a) indicating that the deletion of the phrase became subject to discussion.
First we examine why the deletion became an issue of discussion. -
Information that may be deemed as prior art is generally disclosed by <1> a third party’s
_ patent apphication (including publication of its unexamined application); <2> a third party’s
general publication; <3> inventor’s own patent application (including publication of its
| unexarmned application); or <4> inventor’s general publication.

- Now let’s assume that the grace period provided in SPLT-9 Amcle-9 is 12 months, Under -
the U.S. way of understanding, the inventor whose invention became the subject matier of at third. -
party’s patent application or publication may claim himself as the first inventor if he/she files a_
~ patent application within 12 months after such disclosure. That is to say, none of disclosure by .

~<1>to <4> above will be deemed as prior.art.

It goes without saying, however, that the concept cannot be brought in to. SPLT WhICh aims - -
for first-to-file system under which novelty is decided based on the filing date, thus treatmg :

information disclosed within 12 months pﬁor to the filing date by <1> and <2> above as prior art.

Disclosure Applicati Prior Arts
by. “third . by tHird |
| \ 4 v : : o
Publicat “Filing
unexamined - 12months ‘._g . | _
-appi?cati‘?ﬂ’ i ?Exclusion fro_lil.PIiOf_lé.rt_S

U S (and other countnes as well) seems to be against SPLT that is far from thelr current

. __delegates did not stick to first-to- mvent system in the dlscusswn over SCP because their .

insistence on first-to-invent system -would prevent-any progress of the:discussion.’ Such an
attitude is’ also seen from their non—persiStence with altemative B in SPLI:7 Article-9.

Accordingly they made a concession accepting <1> and <2> though it w111 be far from the

current U.S. system.

12
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Information made available by <4> will not cause any problem as it is the main focus of
application of grace period.

Among <3>, Inventor’s patent apphca’ﬂon pnor to pubhcauon will baswally not cause any
problem as REG-9 Rule-9(3) (anti-self- colhsxon) prowdes that such a dlSClOSU.I‘C is not deemed as
prior art.

Thus the remaining issue seem's_ to be-“whether or not publication of iﬁﬁé_htor’spatent

m%mmm——applieatien—shet}ldﬂbe—s&bjeet—to%he—gfaeeperiod—sehemc)” -

4-4. Considerations
Now we consider whether the position is appropriate or not.

. SPLT-9 Article-9 (1)(i) provides.that the information voluntarily disclosed by the inventor
will not be deemed as prior art. If it is. the principle, it seems .unnatural to exceptionally exclude -
the publication of inventor’s own application from the scope not deemed as prior art. .

The- problem is that the - publication of unexamined application will have comphcated_ e

' effects on other patent applications or. patents as itis a “patent application.”

First, the draft SPLT should provide prohibition of double patenting, whlch is not: expressly s
provided now, to exclude publication of unexamined application filed by the inventor from prior
arts. It is necessary just like-double patentmg was proh1b1ted in 1ntroduc1ng anti-self-collision to-

REG-9 Rule 9(3). Prohibition of double patenting causes another problem for SPLT that it has toimj" -

prov1de criteria to tell what kind of similarities between two patent applications are permitted and
what kind of similarities are not. . o S b o En
.. However, . that. problem has. ) alfeedy been preeeht since the introduction t.of ~_:
“anti- self—coll1s1on prov151ons and does not constitute a new issue- e 7 Soh
Another problem may be that an applicant files appllcatlons one after another addmg new
elements so that decision of identical inventions will be avoided and extended patent protection
period will be awarded. Assuming that an unexamined application is published 18 months after
the filing date and that there is a grace period of 12 months, similar patents may be granted for
the total of 30 months. Commencmg from the time when the anti- self-colhslon rule is applied and -
ending at the expiration of the grace period during. which the pubhcauon of unexamined
application by the inventor is not deemed prior art. The period of 30 months cannot be ignored.. -
when considering the term of patent protection, which is 20 years in most countries. |

13
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Not deemed as prior arts

Anti-self-collision Publicatio.n
of

= 18 months - 12 months |
application A  application B (until apphcanon C(Grace Period)

publication)

On the other hand, excluding publication of unexamined application from apphcatlon of
-~ grace period will undermine the function of grace penod as safety net. S '

For instance, individual inventors and engineers who are not familiar with the patent law
may easily- think that the grace period will give them “the grace period for anything disclosed by
themselves” though only publication of unexamined applications is excluded. As a result, the law
.. provision which was expectedto serve as the safety net may help increase of failing-'applicati'dns.
" While similar patents' may give advantages to major companies we believe that the safety .
- net should be an easily understandabie system for small- and rmddle—smed compames and '

: 1nd1v1dual inventors.

Based on the foregoing discussion, we conclude to"support deletion of the phrase “and
should not have been made available to the public by the Office.” Though there is a concern

- overneed for correction of SPLT with respect to the Prior Art Effect and abuse of similar patents,

we think the grace period system should cover the publication of inventor’s application from the

viewpoint of seeking a more friendly system to cover everything disclosed by the invc_éntdr. "

5. Artlcle 11(Clatms) Rule1?2 (Detalis Concernmg Cla:ms), and Rule 1

glntergretatlon of Claams[

“SPLT-9 Article-11 "and REG 9 Rules-12 and 13 prov1de descnptlon reqmrements and:

' mterpretatlon of claims.

Article-11(1) provides the contents of claims and states that the claims shall defme the

subject matter for which protection is sought in terms of the features of ¢ the invention

In Article-11(2) which provides the style of the claims and states that the claims shall be

- clear and concise both individually and in their totality.

~ Provisions in paragraphs (1) and (2) are seen in many countries in the world as description
requirements for claims and generally supported in SCP.
Article-11(3) provides relationship of claims to the disclosure, stating that claimed

invention shall be fully supported by the disclosure. While many countries have certain =

14
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provisions relating the relationship of claims to the disclosure, the contents vary in many respects.
Here we examine the relationship of claims to. the disclosure as provided in 3 major countries or
- region, the U.S., EP-C and Japan. ' P ' ' '

5- 1 SPLT—9 Artlcle -11(3) N : : S
" 5-1-1. Provisions on Relationship of Claims to the Dlsclosure in3 Major Countnes
Provisions-on-Relationship-of Claims t&th&Dmclosux&m&Ma&@thuntnen

U.S. EPC- Japan

Article 12 - 84 36(6)(1)

Criteria of Decision Whether the Whether the claims | Whether the claims

' ' | applicant is in * | contain essential - | are described in the

possession of the technical features | description
invention as of the :
filing date

Ground for Refusal 0] |0 _ O

Reasons for 10 X o 0

Opposition/Revocatio . S

n

In the U.S,, the relationship of claims to.the disclosure is provided in Article 112 and .

known. as requircment of written description which is established by the case law as the . - -

requirement to clarify that the applicant is fully in possession of the claimed invention on the .

filing date. In EPC, relationship of claims to the disclosure is provided in Article -84 -that all .-

claims must be supported by the specification and that the scope of claims may not-be broader- .
than the scope of specification and drawings. In Japan, on the other hand; Article 36(6)(i).. .
provides that claims must be described in detailed descriptions. of the subject invention. It means -

that under the US Law the issue is not whether the claims simply described in the specification - |

but whether the claimed invention was owned at the time .of filing date. It can be said that the: -
‘Japanese Law which weighs on whether or not terms used in the claims are described in the
specification at least in the practical level, provides formal rules while the US Law may be -
deemed as substantive provisions. : : : | :

In addition, there are difference in the part which supports the clalms Under the US Law, .
the whole application documents including claims are the supporting part while. only
specifications and drawings other than claims are the part in Japan and EPC.

5-1-2. Latest Draft SPLT o _ B _ e o

After considering these differences among countries and regions, SCP concluded that no
practical difference in decisions exists among various countries, as a result of which the latest - .
draft provision is provided mixing the provisions of ‘US Law and EPC. While it requires those -
more familiar with the Japanese Law providing the formal matter to be.a little careful, Japan
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- Patent Office seems to be considering of rev1ewmg its exammatlon standards to change the
formal requirements to more substantive requirements taking into account the fact that

inappropriately broad claims cannot be rejected simply based on the requirement of enablement

in the unpredictable fields such as biotechnology. In addition, granting patent for an invention

beyond the scope recognition on the filing date is not preferable in promoting appropriate

protection of invention. Thus we agree with the draft Treaty prowdmg substantive requirements
relating to relationship of clmms to the dlsclosure ' '

5-1-3. Discussions at SCP

SCP generally supports the requ;rements relatmg to relatlonship of claims to the Chsclosure
Disputes remain, however, with respect to whether or not claims should be included in the
- supporting part. We belicve as follows: ' -

- 5-1-4, Proposal on Support of Claims

When considering the nature of claims and specifications that claims. define what wﬂl be .

examined and what the patent covers and spec1ﬁeat10ns describe the claimed invention in detail,
it may be natural to consider that claims should be supported by specifications which do not
contain claims. However, the idea may not necessarily be appropriate depending on the criteria to
decide -whether claims are supported by the disclosure. That is to say, if whether claims are

supported by ‘the disclosure is decided based on:the ownership of the claimed invention on the -
| filing date such as under the US Law, it will be appropriate to decide based on the application -
‘documents including the claims on the application date in their totality. If, on the other hand, - -
consistency of claims with specifications is simply required, the specifications not including . -
claims will be the only subject to support. In this respect, REG-9 Rule-12(2) provides that “[t]he -
~ subject matter of each claim shall be supported by the [claims,] description and drawings in such - -

a manner as to allow a person skilled in the art to extend the teaching therein to the entire scope

- of the claim, thereby showing that the applicant does not claim subject matter which he had not -
“recognized and described on the filing date” to provide the basis for deciding whether claims are =

supported.” That is to say, the Rule provides the substantive requirements similar to that of US
Law with respect to relationship of claims to the dlSClOSLII‘e Accordmgly, it seems reasonable that
claims be supported by the whole application documents. - '

In relation to the issue of the supporting, WIPO stated in the report for the requirement’

e e e

conceming relationship of claims with the disclosure, that “it is not a major issue since what is

. disclosed in the claims can always be included in the specification by amendments.” However, -

claims-do not need to be excluded from the supporting part anyway if formal amendments are
required. S '

‘For reference, the draft Treaty contains the fol—lowing'commentS'

- “Following the dlscussmn at the eighth session of the SCP, the word “claims” is added, in
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l ' square brackets for further conmderatlon by the Comrmttce The insertion of the word “claims”

| would mean that the basis of the subject matter of every claim may.not always be found in the
§ description and that the scope of the claims may be broader than that of the description. ~ Further,

i since many. offices that do not examine novelty and inventive step examine the disclosure .

requirement and the requirements conceming claims, subject matter- which is disclosed only in -
the claims could be included in the description through an amendment. - On the other hand, it
hould-be-noted-that;-according-to-draft-Article-10--the—application™(not-the —~description™) }shall—-—m——
" disclose the claimed invention in an enabling manner. = If the word “claims” was deleted and =~

draft Rule 12{2) maintained, a patented claim may be revoked on the sole grounds that the
" teaching in. the description and the drawings is not extended to the entire scope of that claim .

(even if the teaching in the description, drawings and other claims.show that the applicant does.

not claim subject matter which he had not recognized and described on the filing date).” |

5-1-5. Appropriateness of Using This Provision as a Ground for Invalidation -

In connection with relationship of claims to the disclosure, some disputes also exist over
whether the requirements may be used as a ground for invalidation. While patent laws of various
countries provide the requirement as the ground for rejection, it is not necessarily provided as the .
grounds for invalidation. Under EPC, for instance, it constitutes the giound for rejection but not '

that for invalidation. o Lo e e e

If the requirement is used as ground for 1nval1dat10n unnecessary dlsputes may occur. and.
stability of law may be lost, undermining the appropriate protection. of invention.. As long as -
SPLT-9 Article-11(3) is the provision to exciude inappropriately broad claims not recognized by .
the inventor on the filing date, there is no positive reason to exclude the requirement from the. ..
grounds for invalidation. 'Thus we b__eiic've- that if it can be used as a ground for invalidation, .
appropriate protection for the right holder should also be Secured.-_ An applicant naturally tries to.
describe claims as broadly as possible to fully protect his/her invention though it is difficult for .-
him/her to fully disclose his/her recognition of whole scope of the claimed invention.on the filing.
date. If that is the case, it will be significantly tough on the right holder to allow invalidation of .
the claims solely because the claims include invention that was not recognized on the filing date.

Thus separate provisions should be added as defensive measures against invalidation such’
as corrections of claims after grant. If, however, only corrections are allowed so that the patent ,
claims only the subject matter disclosed clearly in the speuﬁuatmn on.the filing date, the claims
may cover extremely a narrow scope not sufficiently covering.the originally recognized subject
matter. I, on the other hand, only corrections are allowed so that. the elements that was not
recognized on the ﬁlmg date are excluded from the claims, repeated corrections will be required . .
'every time an element not recognized on the filing date is found, blurring the scope of protection.
In either case or when comections are made as defensive measures, further considerations. are
required to give full protection to the right holder.
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5-2. SPLT-9 Article-11(4)(a)
Article-11(4) provides interpretation of claims stating that the scope of the claims shall be

détermined by their wording. REG-9 Rule-13 further provides the details of claim interpretation. -
- What should be noted here is that Rule-13(4) provides the interpretation of so-called

means-plus-function claims, stating that a claim defining a means or a step in terms of its

function or characteristiés will be construed as defining any structure et al which performs the
-same function or has the same characteristics. That way of interpretation goes against the US way

of interpretation limiting such a functional description to embodiments. Interpreting claims
broadly in such a way is not necessarily preferable during the prosecution though it will give
advantages to the patentee after grant in that claims will not be narrowly interpreted as in the US.

It should be noted, however, that the draft SPLT does not provide requirements in relation to

infringement as expressly provided in SPLT-9 Article-2, and that thus the provisions on

interpretation of means- pIus-funcnon claims ‘do not directly apply to the construction of the scope -

of claims after grant

'5-3. SPLT-0 Article-11'(4)’(b) -
Article-11(4)(b) provides in relation to claim interpretation that the scope of protection will

be decided taking into account the scope of equivalence, to the elements expressed in the claims.

“The provision declares to apply so-called doctrine of equivalence which has recently been applied

-in many countries ‘in the world as one of the methods of interpreting claims. We don’t deny-
doctrine of ‘equivalence itself. When considering, however, that the Treaty aims to substantiaily -

harmonize -different procedurc among the countries in the world for granting a patent, it is

questionable if specific provision referring to equivalehce is necessary. In addition, the concept of -
equivalence is relating to infringement and SPLI-9 Article-2 provides the general principle that”
“nothing in this Treaty and the Regulations shall limit the freedom of a Contracting Party to apply *

. any requirements ‘in relation to infringement.” Thus provision referring to equivalence may go |

" against the general principle, with respect to which further discussions are required at SCP.

6. SPLT-8 Article 12 (Conditions of Patentability)
 wwse Limitation of Technical Areas and Industrial Applicability -----

- Draft provisions relating to conditions of patentability as set forth in Atticle 12 are outlines
- below. There are disputes over whether the ‘phrase {in all fields of technology] should be inserted

to the provisions relating to subject matter and over provisions relating to industrial applicability.

- 6-1. Summary of Article-12
(1) Subject matter eligible for protection
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- (3) Non-Obviousness’ :
A claimed invention' must involve an inventive step.

- (4) Industrial Applicability , - o

~ A claimed invention must be industrially apphcable It shall be con31dered mdustnally apphcable
- if it . . T s
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(a) - Products-and processes {, in.all fields of technology.] which can be made and used in any-
field of activity will be the subject matter eligible for protection. '

{b) Exceptions SR
. Discoveries, abstract ideas, scientific and mathematical theories, and aesthetic creations are

excluded from the subject matter.
. -(2) Novelty, ..

Alternative (A) . _ S
.-can be made or used for explmtatlon in any ﬁeld of [commermal] [economlc] activity:
Alternative (B) L o
can-be made or used in any kind of industry: “Industry”” shall be: understood in its broadest
sense as in the Paris Convention ' '

Altematlve (C) -

has 2 sgemﬁc, substantial and credlble utihty

6-2. Limitation relating to Technical Fields R .
Here we discuss on whether terms stipulating techmcal fields should be inserted:
.-The disputes: may dwindle in the future if all business activitics are assisted by computers

-as comoputers will be essentially used to the business activities as the technical means. Currently, o
however, means claims and abstract claims sometimes cause confusion in practice since they -~
~often cover mere human activities. Provisions lacking in limifations: on technical fields and -

- stating that the process applicable to any activities may be the subject matter of an invention, may .

be construed as covering even human. activities themselves. In other words, a. patent .may be
granted to social arrangements, rules, natural activities of himan being, business methods and -
economic policy (if they satisfy the conditions of novelty and non-Obviousness). . :

. Thus the discussions become focused on whether the patent law should cover social

arrangements, rules, natural activities of the human being, business methods and economic policy.

- for protection. We do not oppose to giving certain protection to such matters, but isn’t it nonsense

to protect the wide range. of subject matters under patent law? -
Patent term, for instance, was provided as 20 years as a result of balancing the needs for -
preventing concealment of technology that is otherwise prone to be concealed and incentives for
disclosure. In limitation to technical fields, a simple question arises on whether it is-appropriate to. -
protect for the same time period an improvement of “One Click™ invention which is a famous
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business model patent and basic invention relating to sovereign remedy for cancer (though -
extension as pharmaceutical products is available.). Some further argue that the approprlate term -

of protection should differ from industry to industry.
When it comes to other issues beyond the technical fields, the question over patent term
‘becomes even bigger. Is it appropriate to directly apply important issues as such including right to

seek injunction and computation of royalties? We suspect that the industry will be confused and
“the system may rather impede the development of industry unless those new. questions are fully.
- considered. Confusion seems unavoidable with rampant misuse of patents unless a considerable.

amount of case study and case law is accumulated to grant patent to every activities since there
still remains various problems such as treatment of business method (not limited to techmcal
" method) as well as methods of medical treatment.

Here we propose to maintain the provision on technical fields as it will be more important -
with respect to SPLT to promptly reach an agreement with respect to broad framework and - -

discuss addition of new subject matters for patent protection .at the time: of rev1smg the
framework with accumulated opinion and cases. ' ' '

“We do not oppose to expand the subject matters of patent protection beyond the techmcal in
the future. And we do agree to grant patent to a wider range of subject matters as a result of
. satisfactory discussion for it will be quite exciting for us, the patent practltloners to expand the :

activities to the new fields.

6-3. Industrial Applicability and Utility
6-3-1. Study by WIPO International Bureau

*3 alternatives are indicated as to industrial applicability. After 87 session, the International
Bureau surveyed on national laws relating to industrial apphcablhty and- uuhty, of which results
" may be summarized as follows: SR '
“a) Industrial Applicability

- Major features-of national law provisions relating industrial applicability are as follows: - -

‘Many countries require technical factors and deem personal/ private use as not industrial

use. However, the requirement of industrial applicability is met if an invention is made in the °

'industry or even if it is used only on' a personal basis. Also many countries exclude medical
methods and require industrial applicability especially with respect to sequences of a gene. In

addition, utility is also considered in finding industrial applicability. Not a small number:of: -

S ]

countries also deem inventions apphed only fo non—spmtual activities:in the personal sphere as

~not industrially applicable. In relation to the personal sphere, many companies’give limitation at
the: time: of enforcement. Inventions against the laws of nature are deemed not industrially

- applicable in many: countries. Many countries require certain relationship of: the concept of =

industrial-applicability to the actual world.-
+ :b) Utility

20

ot et

L



01v8

Major features of utility seem to be as follows:
- In many countries, utility will not be found.if an invention does: not:operate at all. A patent
_ apphcauon claiming too non-realistic or comprehenswe use: compared to the disclosed mventlon i

will be found as lacking in utility.: : : S
¢) Commonalities and. Difference Between Industrlal Apphcablhty and Utlhty
Requirements. - - . L . o L
Hhe—conﬁnerreharaeteﬁsﬁes-oﬂwe—reqmrements rs-%hat—aﬂ-tmeﬂﬁen—whleh—deesmt——m—
operate will be deemed as lacking in industrial applicability or utility. In addition, disclosure " '
lacking in descriptions of specific applicability and merely providing the general use of the -
invention will also be deemed in the same way. Difference of the two rcquiremeﬁts is that an
invention which is applied only for the personal use will be deemed as not iﬁdustrial]y applicable:.

but as having utility.

6-3-2. Discussion R . P o
Based on the commonalities and dlfference as stated above prov1dmg mdustnal
applicability in SPLT will result in exclusion of inventions applied solely for purely personal use °
- as not meeting the patent requirements while providing industrial utility will result in inclusion of - :

- inventions apphed solely for purely personal use. Now we discuss the difference: _ _
Protecting inventions apphcable solely for the personal use may not bring any substantlal
advantage. In other words, even 1f the inventions are used solely personally, the requirements will |
be satisfied if they are made industrially. It is rare that a single type of activities is limited to
‘purely personal activities with no relation with industrial activities. Thus if the limitation of,
personal use is introduced, subject matter should be made in a certain industry. Inventions applied - .
solely in the personal sphere and not using any specific item made in the industry may be limited,. .
as we have discussed above in the item for technical limitation, to the personal'-activities‘not.-
limited to technical methods. Accordingly, simply providing industrial applicability may suffice.
Problems occur, however, when filing a lawsuit alleging direct infringement with respect to -
the purely personal act/ use and contributory infringement against the person who sold the
prdduct mainly used to the personal actively implying how to use it. Sometimes, for instance, -
patent is not granted with respect to a product but to the method of using when the product itself .
B is not novel but the method of using it is new. In such a case, if the invention of purely person.ai.
i use does not meet patent requirements, claims relating to both the product and method of use will. -
not be granted, depriving the right holder of the chance to enforce his/her rights. The resuit will -
cause.a great inconvenience preventing from filing a lawsuit against a person who sold products .

with.actively implying the method of use for indirect infringement. e .

.Accordingly, we propose not to use the term “industrial apphcablhty that excludes
inventions solely for the personal use but to use “industrial utility” so.that inventions. relating to. -
purely personal act will be found as meeting patent requirements.

:
: :!l )
)

|
i
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7

7. SPLT-9 Article 13 (Grounds for Refusal of a Claimed Invention) and SPLT-9
- Article 14 (Grounds for Invalidation or Revocation_ of a Claim or a Patent)

Draft provisions relating to grounds for amendments/ invalidations in Articles-13 and 14-

may be summarized as follows. In addition to the draft provisions, the Articles contain
~alternatives proposed by various countries with respect to whether or not other grounds may be
' inserted into statutory prohlbitlon of other requu'ements - '

7-1. Summary of Article 13
(1) Grounds for Refusal: An apphcatmn will be refused where it does not meet any of the
following requirements: o ' ' '

i) provision relating to application filed by a person other than the inventor or the true successor

in title of the inventor ( ‘Article-4);
i) pr0v1810n relatmg to unity of invention, requlrements of detailed descnptlon and patentable

subject matter (Artlcle—6 Artlcle—11(2) and (3 ) .and Article 12)

iit) provision relating to formahty of spec1ﬁcat10n and requlrement of enablement (Artlcle 5and -

Ameie- 10)

1v) pI‘OVlSlOH relating to lmntanon of amendments Article- 7(3 )

* (2):Addition of other requirements is prohibited.
Alternative of (2) Compliance with the applicable law on public health, nutrition, ethics in

- scientific research, environment, access to genetic resources, protection of traditional knowledge *
and other areas of public interest in sectors of v1tal 1mportance for their ‘social, economic and -

technolog1cal development may be requlred

72 Summary of Article 14

(1) Grounds for Invalidation: An apphcatlon not complymg with the foﬂowmg requlrements may"

be invalidated: -
- any of the requirements referred to in Article 13(1) as’ grounds for refusal

- except for requirements set forth in Artlcle-6 and REG-9 Rule-S (umty of invention‘and
formality of claim description) '

(2) Addition of other requirements is pr0h1b1ted

. Alternative of (2) Compliance with the applicable law on - public health, nutrition, ethics-in--

scientific research, environment, access to genetic resources, protection of traditional knowledge

‘and other areas of public interest in sectors of vital nnportance for then‘ somal economic’ and

" technological development may be’ reqmred
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7-3. Whether exceptions to limitative listings should be permitted or not -

The problem here is whether the Contracting- Country can freely add other gr.ounds to
statutory limitative grounds for amendments/ invalidation. The draft Treaty prohibits. Contractmg
'Country to. add further grounds to those listed in the provision. On- the contrary, the alternatlve _
provides that each Contracting Country can decide whether or not to exclude additional matters
based on the applicable law on areas of public interest with a considerable level of importance.

: Itw—seemsmthatm%hemefxelus&enmeﬁ-eefmgﬂafeasnls—{equestedwbesaussmethem}se—a_pmbl%m_——
affecting the safety. of a country and its citizens may occur should, for instance, a person who
owns a pharmaceutical patent that may control the human life, can freely e_nforce his/her right of
prohibition of marketing and manufacturing in a certain country. Exceptional, additidnal grounds . - |
for rejecﬁon may also be requested to prevent license or sale fof_ hefty royaltiés, or fees so that -
obtaining a license or selling patented product will be virtually impossible.

It is true that certain limitation to monopoly is necessary in the vital area. Here we examine

the appropriate extent or type of limitation. .
If grounds for refusal are used to the limitation, inventions falling within the grounds will o
not be patented without question, which means that no_ royalties will be paid to the patentee and
similar goods will flood in the market. The more subject invention is vital as affecting the human -
life or basic, the more it is likely to fall within the grounds for rejection, causing more similar
~ goods in the market. Since the invention is rejected during the proseciu'tion',"-the_ré is no way of
filing a new application. . ,
However, areas relating to the pubhc interest with a considerable Ievel of importance may. . -
be changed during the 20 years of patent protection. That is to say, an invention that seemed -
relating to such public interest at the time of filing date may become not so vital after 10 years_; _
Applicants usually-give up filing an application for such an invention at the very start, and itisno .. -
use requesting a patent after the situation has changed. . : .
Some say that other requirements may be replaced by securing the natlonal govemment ora: -
third party to obtain a non-exclusive license for consideration. That is to say, the government may’
forcibly obtain a non-exclusive license for an invention falling within the requirements so that: .
reasonable royalties may be computed. Thus, if a patent is not offered for license, the government:
can intervene and make it.exploited by a third party. This way of limitation will allow flexible . .
response even if the areas relating to the public interest with a considerable level of importance -

. change.

Accordingly, we believe that it will be more reasonable to deal with the. issue uf limiting -
monopoly in the areas of public interest with a considerable level of importance by allowing the - -
government to forcibly obtain a license, not by adding further requirements.
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 8.___Conclusion
This year we tried to grasp the entire picture of SPLT through the overview.

We found from the whole discussions that the U.S. tries ‘at every turn to maintain its
existing system based on the first- to—mvent system though it does not necessanly stlck to the

first-to-invent system.

While the U.S. is the only country in the world that applies ﬁr’st—to—i_nvént system, its
contribution to the creation of new technologies and its market size overwhelm any othier country.

It must be prevented that discussions easily proceeded based on majority vote without taking into - —

account the U.S. o'pini()n lead SPLT to another deadlock. We strongly wish that SPLT will be
established in -the near- future as a result ‘that countries applying the flrst—to—ﬁle system- :

compromise wherever possible takmg into account the U. S standpomt
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U.S. Intellectual Property Legislative Update
2003 PIPA Meeting, Dearborn.

! am delighted to be here today. It has been several years since [ have bad the . .
“opportunity to attend a PIPA meeting. It bas been still more years since I've had the . . .

honor of being asked to.speak... ... ..

My topic today is a difficult one from the pﬁint of view that it is very difficult to
keep up-to-date on legislative issues. Things :tend‘t_o._ move very slowly for long periods
of time, then very fast. I'm going to speak for a few minutes about various bilis that are
before _fhe_ United States Congress and then I would like to take this opportunity to say a .
few words about What the futﬁr_e may bring in the way of legislation.

Before I say a feW words about several of the more important to bills now

. pending before Congress, I would like to draw. your attention. to the handout that...
summarizes current legislative action taking place in the 108th Congress. This handout is
current as of the middle of August and I want to express my deep appreciation to IPO
(Intellectual Property Owners Association: www.ipo.org) for fhe opportunity to provide
this summary for you today. More particularly I would like to particularly thank Dana
Colarulli for his tireless efforts in keeping this inférmati_on up-to-date. Dana is the

Government Relations and Legislative Counsel for IPO.

The most controversial and important bills before the current Congress relate to
the possibility of a new fee structure for the USPTQ. On one side, most users of the U.S.

patent system are extremely frustrated that, over the past several years, the fees that have

been collected by the USPTO, have not been used in their entirety for USPTO work. This -

so-called "diversion"” of fees has been taking place since 1992. Based on current
projections through 20_04, more than $750 million will have been diveﬁed fromthe . .
USPTO fees to unrelated government programs. But for the diversion of these funds, the.
USPTO would already be realizing the efficiencies a\lssociated with electronic processing |

and the user community would not now be confronted with the present crisis in patent
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_quality and long pendency. However, it is widely viewed that the USPTO is indeed
vfaci_ng a serious crisis and needs considerable additional funding in order to modernize its
operati()ns and improve the quality of patents that are issued. Most current users of the
patent system in the United States would support reasonable fee increases pfovided that
the monéy was indeed used to provide improved service. There are those, while
supporting reasonable fet_a increases, who would not support any increase if there were

any divergence to unrelated government programs.

- The legislative system in the United States is obviously highly-political. Those in

Congress who actually appropriate money have a great deal of power. The

| Administration can propose a budget but it is up to Congress to actually appropriate the |
money. While the views of the Administration are not controlling they are nevertheless
important to help set the policy direction and tone of government spending. It was very
encouraging for the patent community to hear the U.S. Secretary of Commerce, in'a

speech on March 8, 2003, state:

- "To support technology innovation and"pro'vide for intellectual property . _
- protection, the Department is working to eliminate the practice of using USPTO
" revenues for unrelated federal programs. Making more fees available sooner will -

enable the agency to increase the quality of patents and trademarks issued.”

This is the highest Administration official so far to acknowledge the probiems

assoc1ated with fee d1versxon and to take a stand towards eliminating 1t

" There are several bills that relate to USPTO fees.  For example, HR 2799 provides

‘for appropriations for fiscal year 2004 and was passed by the House on July 23rd. This

bill would set funding for the USPTO at $1.24 billion. 'Howe\?er,'"the bill that has drawn
the most attention is HR 1561. This bill increases and restructures USPTO fees. Ttis

estimated that the fees for an average patent application, under the provisions of this 'bill, -
would increase by about 25 percent, maybe a littlc less. The bill has been the subject of a.

House IP Subcommittee héaring held on April 3rd. The president of IPO, John

|
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Williamson, testified and his testimony is-a good summary of the views generally held by

the user community.

There have been several attempts to deal with the diversion issue. One interesting

attempt is HR. 909, originally introduced and 107th Congress as HR 5522. Thatbill -

] et

e

would require that the Director of the USPTO. adjust,the-fees.‘.in«any__ﬁseal year to.just: i s

equal the amount appropriated.. Another attempt.to send a strong message regarding the - .
divergence of fees is include in the bill a "sunset” provision. Briefly stated, this would

require that any fee increase be temporary and the fees would revert.to previous levels .-
after a pertod of time, for example three years.. One argument is that the USPTO needs -
additional money to put new systems in place but once they are in place and Working,‘ SRR

costs, and therefore fees, should go down.

Increased funding for the. USPTO, according to Congresé, was contingent upon. = - -

- the USPTO coming up-with a strategic plan that would-comprehensively restructure the v e

USPTO and improve service. In response, Director Rogan, throughout late 2001 and the-
early part of 2002, worked diligently on such a comprehensive plan. That plan was -
published and was subject to a great deal of discussion and comment: - As a result,
significant changes to the original strategic plan were announced by the USPTO. For -~ -
.example, the original 21st Century Strategic Plan called for the imposition of punitive
fees, well beyond the USPTO costs. In the current Plan, the pumtlve fees have been
substantially ehmmated Other characterlstlcs of the Plan were also changed such as the
requlrement that the applicant provrde and certlfy a novelty search, Based on these .
changes and the apparent w1llmgness of the Patent Ofﬁce o continue to Work with the _ B
user commumty on rrnprovements to the Plan the Plan has recewed support from Vanous _

orgamzatlons Accordlngly, fee 1ncreases which could be used to 1mplement plan, have _

also recewed support

The current status is that HR 15 61 as been approved by the full J udtc:ary
Committee on July 25th 2003, '

-3
US Intellectual Property-Legislative Update.
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Turning now to a different topic 1 would like to draw your attention to HR 2344 .
which is entitled "Intellectual Property Protection Restoration Act 6f 2003". This act
would provide for federal remedies for intellectual property infringement committed by
individual states of the United States. ‘More particularly, it would overrule federal court
decisions that have held that states can claim immunity from intellectual property
infringement suits brought under federal law, for example, patent infringement suits or
~ copyright infringement suits. Copyright owners are particularly disturbed that software
can be copied with immunity by a university, for example. In testimony before Congress,
it was reported that an industry association was alerted to the piracy of hundreds of*
computer software programs on computers owned by a Maryland hospital center in
~ Baltimore. With the hospital’s approval and full cooperation; their computers were
audited to determine the extent of the piracy. The audit revealed several hundred
- thousand dollars worth of unlicensed software. Unfortunately, the industry association
subsequently received a communication from the Maryland state agency hospital
asserting their 11th Amendment immunity and referencing the federal court decisions,
more particularly a case known as "Florida Prepaid". The proposed bill would provide =
that any state that takes advantage of intellectual property federal protection, would -
waive any immunify for intellectual property infringement. Qbviously, every state takes-

‘advantage of federal intellectual property -protections. -

A blli that 18 of great interest to the pharmaceutrcal mdustry is S 1225 Thls blll
amends the Hatch-Waxman Act. ThlS Act relates to a scheme by Whlch generlc
pharmaceuucal compames are enabled to enter the market as qulckiy as possﬂ)Ie after the
pertment patens of a name brand” company expire. Some say that the bill would

strengthen a prevrous FDA proposal and would enable gencrlc drug manufacturers to

cotné 1o fiarket quiclcer The primary reatures of tne bill include (a) hrmtlng aname ‘
- brand company to a single 30 month stay; (b) allowing generic companies to file
counterclaims when sued by a name brand company: (c) and mnstalling prov1srons m
which the generic drug company Would forfelt its rlghts to its 180 days of exclusthy 1f it

pr_ekusly brokered an anti-competitive deal with a name brand company.

, -4 -
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On August 1, 2003 a Senate hearmg was held on the bill: During the hearing, -

several witnesses testrﬁed 1nc1ud1ng the General Counsel of Eli Lilly, Bob Armitage.

Bob’s position was against the bill. His points:- . . -

““Genenc exclusrvrty’ as provrded under S 1 would rarely accelerate genenc o
'drug entry but Wlll 1nstead operate 1n a systematlc fashlon to create a separate

addltronal market—entry hurdle for competmg genenc compames

“[The bill] creates a new incentive for generic companies to bring early and . -
entirely speculative patent challenges against the basic patents for a new -

medicine.”

-“Innovators will incur substantial costs to defend these patent challenges, no |

matter how speculative or thin.”

Whether you believe that the blll w111 rncrease competrtron and reduce drug prlces |
or whether you believe that the b111 W1H stifle mnovatton itisan rmportant b111 even 1f o
you are not a pharmaceutlcal company Many compames are facmg rapidly 1 mcreasmg o
healfh-care costs. A large pomon of the i mcrease is in the cost of pharmaceutrcals It is
in the 1nterest of all companles to seek an approprlate balance between the need to |
pr0v1de generrc pharmaceutrcal composrttons when patent explres and the need to

prov1de for the 1ncent1ves to make the huge rnvestments in pharmaceutrcal research -

LY

1 would like-to now turn your attention to -what the future may bring in the way of Lo
legislative.initiatives in the U.S. IP organizations are looking at several areas of U.S. ... -
patent law that often result 111 substantialroosts but without substantial beneﬁt. Several -

organizations, for example, are looking at U.S. law as it relates to "notice". In Japan,

-5-
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there 1s the concept of a "warning letter". In the United States, there are several times
during a patent controversy where notifying your opponent establishes certain rights and
obligations. Unfortunately, many find the law relating to “notice™ to be confusing and -

_ inconsistent. For example, a patent owner can put a potential infringer on notice of

| patent infringement so as to start the period of damages while that very same notice is not
necessarily sufﬁcrent to allow the potentlal mfnnger to clarlfy his rights using a
-declaratory _]udgment action. Many see this imbalance i 15 being unfalr to the potent1a1
infringer. In another aspect of “notlce” U.S. patent law allows for the markmg of a

product with patent numbers thereby placmg the pubhc on actual notice that features of

. the article are patented. Many believe that many aspects of patent marking are not logical

in the modern environment. I would expect to see proposed legislation in the area of

notice, including patent marking, in the not too distant future.

Several organizations have also begun looking at the costs and benefits of

 "willful" infringement under U.S. law. This area of law can result in signiﬁcant costs to

potential defendants. With very little effort, a patent owner, even if the'patent is

' questionable, can impose substantial costs on a large number of companies. When a
company recelves a notlce of potentlal infringement of a partlcular patent, they are faced

- with the prospect of belng found to be “w1llfu1 infringers” resulting in the prospect of

 treble damages As a result the company Wlll often undertake an extensive study

3 lncludmg, potentlally, the preparatlon of an expenswe Iegal opimon Oftenttmes the sole

purpose of the extenswe legal optmon is to ehmmate the prospect of treble damages An o

unscrupulous patent owner can send out 11tera11y hundreds of notice letters and then offer o

to settle for less than the cost of an 1nvest1gat10n and opinion. We are seeing more and

" more of this kind of actwrty and modlfymg the law of willful mfrmgement would help to h

" reduce the effectiveness of this tactic. In the course.of litigation,_'proving a state of mind

is particularly difficult and expensive. Many believe that absent very obvious and
egregious conduct, willfulness should not be an issue. Here again, I predict sorie -

 legislate activity in the future.

-6-
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No presentaﬁon at a PTPA meeting would be complete without at least a brief
dlscussmn of harmomzatlon Harmomzanon will requ1re a great deai legtslatlon in many
countries. However I leave you thh one thought How much would your company save .
if i it could obtam Worldw1de patent proteetlon w1th one apphcatlon one search and one

exammatlon‘? One apphcatlon -one search one exammanon in the context of

I;

harmomzatlon represents an lncreasmg order of d1fﬁculty Conceptually, the user -
commumty should be able to convmce the vanous patent ofﬁces to encourage the ﬁlmg
of one patent apphcatmn that would not only be accepted but wouId not be ﬁnancnaliy
penalized in one jurisdiction or another It will be more dlfﬁcult to revise the substantlve
law such that the prior art is defined the same in each jurisdiction - thereby allowing for .
one search. It will be still more difficult or to harmonize the substantive law so that .
patentably subject matter is the same in each jurisdiction - thefeojk aliowiﬁg for orie

examination.

* However, and there are signs that progress is being made. Unfortunately, there

are signs that the patent offices do not yet understand the needs of users and continus to

adopt inconsistent standards and fee structures that stand in the way of efficient systems.

In the interests of time, let me give you just one example. One barrier to
establishing a "one application" international system is the various practices in the patent .
offices in the way that they charge for claims. The fee structure in Japan severely
penalizes applications with more than about three claims. The European patent system
almost encourages up to 20 and specifically seems to encourage multiple dependent
claims. The U.S. patent system’s fee structure strongly discourages such multiple
dependent claims. Thus, when an attorney is preparing an application for filing, it is
economically imperative that careful consideration be given to the claim structure for

each jurisdiction for no other reason than the fee structures that exist m these

jurisdictions. If the patent offices were to consider the needs of the international filing
‘community, and not just their need to balance fees and somehow recover costs, a more

~ efficient system could be easily achieved.

-7-
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You can help For each practlce change that your patent ofﬁce proposes ask .
yourself “How m1ght this change affect my ability to prepare a smgle mternatlonal | |
application?” For each leglslatlve change that does not move towards harmomzatlon ask |
yourself if the poss1ble beneﬁt to one country to be dlfferent is worth the cost of erectmg
a barrier to the goal of one appllcatmn, one search and one examlnatlon When you
are prcparmg your comments to proposed changes be sure to comment on how the |

change affects your ablhty to ach1eve “The Goal” -

- Jeff Hawley e

Legal Division Vice Presw]ent ‘

Director Patent Legal Staff

~ Eastman Kodak Company :
Tel: (585) 724-4947, FAX (585)-724-9657, E-mail: Jeffrey hawley@kodak.com
Visit http://www.kodak.com
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IP-Related Bills introduced in the 108" Congress (most recent bills listed first)

Bill No. . Bill Description _ N ~ Status

ustlce-State Appropnatlons Bill - Provides Passed by the House on July 23 (H Rep 108-221). The bill sets
__approprratrons for Fiscal Year 2004 for the USPTO and other funding at $1.24 Billion for the USPTO. 1 does not take into
) agencres that fall under the three departments ‘ account the possibility of legislation passed this Congress which

: . : ' would increase fees by 15-25% (see H.RI1561 below).:

H.R. 2752  Author, Consumer, and Computer Owner Protection and . Introduced 07/16/2003.
e Security Act of 2003 {ACCOPS Act) (Rep. Berman) ~ Seeks to Tl T o
enhance domestic and international enforcement of the copyright
faws by prowdmg additional anti-piracy tools to law enforcement
and making it a Federal offense to provide mrsieadmg contact
information when regrstermg a domairi name or to camcord a
Z mowe in a theater wrthout authorrzatron among other thmgs

H.R. 2601 Public Domain Enhancement Act (Rep. Lofgren, D-CA-18) - Introduced 6/25/2003; Referred to the House Judiciary.. - bt
- Amends Title 17 to allow abandoned copyrighted works to enter 3 ' : o
the pubfrc d'omarn after 50 years » _ o

H.R.2521  Fair, Transparent, and Competitive internet Naming Act of Introduced 6/19/2003; Referred to the House Energy and

2003 (Rep. Baird, D-WA-3rd) ~ Requires the Comptrolier General .~ Commerce..
to study ICANN business practices, procedures, accountability, :
and administration and the Internet domain name system..

H.R.2517  Piracy Deterrence and Education Act of 2003 {Rep. Smith, R- Introduced 6/19/2003; Referred to the House Judiciary, IP
TX-21) — Seeks to enhance criminal enforcement of the copyright Subcommlttee : S
laws, educate the public about the application of copyright law to
the Internet, and clarify the authorily to seize unauthorized

copyrighted works. _ . o
H.R.2494 Umted States-Cuba Trademark Protection Act of 2003 (Rep Introduced 6/17/2003; Referred to the House Judiciary, IP
Rangel, D-NY- -15) — Promotes compliance with international Subcommlttee Section by section summary available at:

_rnte!lectuai properfy ob!rgatrons relatrng to Cuba o : _htto llwwwnoo orq/2003 New/LB cuba_g:if'_-

“Updated: Algust 7, 2003 (Page 1076)
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Bill Description

Status

H.R. 2391

Introduced: 06/09/2003; The House IP Subcommittee held a

: certam provnsmns relating to railroad cars. (Rep Walden, OR

2" = Expands the infringement exemption at 35 USC §272 to
state that use of an invention on a railroad car entering and
leaving. the U.S. o;n a recurrmg basrs cannot rnfnnge a patent
among other thrngs B : ,

© This bt” is related ito Iftrgatron in the Eastern District of
_-.Pennsylvania, National Steel Car Lid. v. Canada Pacific Railway,

" ED. Pa., No. 02-6877, 1/6/03. This case is currently on appeal in

the Federal Circutt.

C g e s
Lo g .
. Eooo oo oLt

Cooperattve Research and Technology Enhancement
(CREATE) Act of 2003. — Amends 35 USC §103 to promote hearing on this topic on 6/10/2003. For testimony, see:
colfaborative research involving research institutes and hitp:/fiwww, house gov!ludmla[y/courts htm _
universities among others. S ' o
o Cos,oonsors {1 0) Reps Baldwm ( Wwi-2), Berman (CA 28) Boucher
3 (VA-9), Coble (NC-6), Conyers (Mi-14), Goodlatte (VA-6), Green
{ (WI-8), Hart (PA-4), Lofgren {CA-16), Wexler (FL-19)
H.R. 2344 Inteliectual Property Protection Restoratlon Act of 2003 (Rep Introduced 6/5/2003. The House iP Subcommittee held a hearing
' Smith, TX-21%) - ¥sovereign immunity bill” — Restores Federal on this issue on 6/17/2003. For testimony, see:
remedies for mtellectuai pmperty mfrmgement commrtted by http: fwww. house. gov/judiciary/courts.htm
States o _§
: S %. : : -
HR.2255  ABill to extend the 5uspen5|on of certain payments tobe * Introduced 5/22/2003; Referred to the House Judiciary, IP
- made by noncommerclal webcasters under 17 U.S.C. §§ 112 . Subcommittee. -
and 114. (Rep Prtce NC—4l ). — Extends suspension of royalties
by certam webcasters for one year .
H.R.2122 PrOJect BioShleIél Act of 2003 / Vaccine Compensatlon bill Introduced 5/15/2003; Passed by the House (421-2} on 7/16/2003.
- (Rep Tauzin, L:‘-'*.-,?;r ) — Provides incentives to industry to develop : ' - : -
countermeasures xfor broiogical and chemical warfare. it seeks to
enhance researcﬁ development procurerment, and usé of -
biomedical countermeasures to respond to pubtrc nealtn threats
'affectmg net.renetr ’secur.rty ' -
H.R.1946 A Bill to amend t:tle 35 USC to c!arlfy the apphcabmty of introduced 5/1/2003; Referred to the House Judiciary, IP

£R8T0

Subcommittee.

Cosponsors: Reps. Blumenauer (OR-3) and Dicks (WA-6)

B o T AR L,
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Bill Description -

H.R.1561

United States Patent and Trademark Fee Modernization Act of
2003 (Reps. Smith, R-TX-21* and Berman, D-CA, 28™) —
Increases and restructures Patent and Trademark fees, enables
the USPTO to retain all the user fees it collects until expended by
the agency, and makes other miscellaneous changes to 35 USC
§§ 47 and 42

WWW.ipo.org.

Introduced (by request) on 04/02/2003; text based on proposed
USPTO fee bilt (revised Feb. 2003). The|bill was amended (to
address diversion and technical changes) and approved by the
subcommittee on 5/22/2003, It was subsequently amended again
by the Full committee (to address outsourcing) and approved by
the Full committee on 7/25/2003. H.Rep. [108-241.

The House IP Subcommittee held a hé_arng on this bill on Aprif 3
at which IPO President John Williamson lestified. IPO’s oral and
written statements (and the bil) are poste o on the IPO websrte at

H.R. 1417

Copyright Royalty and Distribution Act Reform Act {Rep.
Smith, R-TX-21%) ~ Amends Title 17, United States Code, to
replace copyright arbitration royalty panels ( CARP) boards wrth a

-Copyright Royalty Judge. -

Introduced 3/25/2003; refetred to House Judiciary
Cosponsors: Reps. Berman and Conyers

The House IP Subcommittee held a hearing on this bill on April 1.

H.R. 1066

Benefit Authors without Limiting Advancement or Net
Consumer Expectations (BALANCE) Act (Rep. Lofgren, D-CA-

-16™) - reintroduced froni 107" Congress (H.R. 6522) -- Amends

Federal copyright law to address fair use protections as they relate
to the lawful use and manipulation of analog or dfg.«tai
transmrssrons of copynghts works -

Introduced 03/04/2003 - Referred to House Judiciary Commiﬁee '

peT0

H.R. 909

Patent Fee Bill (Rep Rohrabacher R-CA- 46‘")
from 107" Congress (H.R. 2415) —Amends Federal patent law to

rerhfroduééd
require the Director of the Patent and Trademark Office to adjust

user fees colfected in any ﬁscal year to equal the amount
appropr.rated : . :

Introduced 02/25/2003 - Referred to Houge Judiciary Committee

H. R. 828

Pharmaceutical Fascal Accountablhty Act of 2003 (Rep
McCarthy, D-NY-4") — Amends the FDA Act to allow generic drug
applicanis’to be elrgrble for a 180-day exclusivity period and
require the Comptroller general to study the effects of
pharmaceut.rca! patent extensions and market exclusrwty penods

on dela ys m mtroducmg genenc drugs

Introduced 571372003 — Referrad 1o thé House Energy and
Cc_)mmerce, Subcommittee on Health. .

Cosponsors (5): Reps Emanuel (IL-5), Israel (NY-2), Norton (DC),
Owens (NY-11), Rahall (WV-3) . ‘

H.R. 242

Plant Breeders Equity Act {Rep. Issa, R CA-49‘“) reintroduced
from 107" Congréss (H R 5 1 19) Relaxes the prmted pub!rcatron
bar for p!ant patents Towe .

Intraduced 01/08/2003.

Updated: Aligust 7, 2003 (Page 307 6]




Bill Description

Status

R4
§

H.R. 107

- Digital Media Co

- Also amends cop

“encryption technc

- reintroduced fr
Federal Trade Ca
products that are

technological pro
provisions of the

protections exten
and those who dj:

m 107" Congress (H.R.5544) - Amends the
mmission Act to prohibit digital music disc
deceptive or mislabled from entering the market
yright law to exempt persons: researching -

ection measures from the antrcrrcumvenrion
copyright law. The bill also declares that fair use
o to persons who circumvent but do not infringe
stribute products capable of c:rcumvenrmg

;.fogy

nsumers’ Rights Act (Rep Boucher D- CA-Q‘“)

. I_ntt_’_odu_ced 0_1/07_/2003._

H.R. 25

- §201).

Fair Tax Act of 2003 [Rep Linder, D-GA-7™) = Amends fhe 1ax

code to incltide a

n Intangible Pro_perty Antiavoidance Rule (Title 1,

lnfroducéd 01/07/2003; réfe'rred to thé House Committee on Ways
and Means.

H.R1

Me’dicaré Prescr;ptlon Drug and Modermzat:on Act of 2003
(Rep Hastert, IL-14") - Title X1 of the bill, “Access To Affordable

Pharmaceuticals®

includes patent refated prov.rs:ons See 85,1225,

the Greg/Schumer Amendment, for these prows:ons whrch were

added té the b.rﬂ,c

yrjor to conference L

Introduced 6/25/2003. Passed by the House 6/27/2003; S.1
passed bythe Senate on 7/7/2003 and amendments incorporated
into H. R 1; Bill moved to confefence.

810

Approps:
H.J.Res. 2/
S.Amdt. 1. -

FY2003 Ommbus Approprlatlons (Rep Young, R FL 10‘“)

Signed into law by the President on 2/20/2003 as Public Law 108-
7. The law provndes for §1 182 bilho nin fundmg for the USPTO in
FY2003. . - _

Approps:

H.R. 247

Commerce-Just

ce-State (CJS) FY2003 Approprlatlons Act

(Rep. v\{olf,-R:vA 10 }

“Introduced 01/09/2003.

Updated: August 7, 2003 (Page 4 of 6)




Bill No.

BHDesciption

uticals Act (Sens
Gregg, R-NH and Schumer, D-NY) - Overhauls certain provisions
of Hatch-Waxman (drug patent laws) and strengthens a previous
FDA proposal that enables generic drugs to make it to market
faster. The primary features of the bill include: (a} limiting a name-
brand company to a single 30-month stay; (b) allowing generic

‘companies to file counter-claims when sued by a name-brand

company; (c) installing provisions in which a generic drug
company would forfelt its rights lo its 180-days of exclusivily if it
previously brokered an anti-competitive deal with a name-brand
company; and other provisions. :

ha 2003. The bill
was also offered as an amendment to the;Medicare bill, 3.1. The
Senate Judiciary Committee held a hearing on this bill on
08/01/2003 in which FTC Chairman Tim Muris, USPTO Deputy
Director John Dudas and Elly Lilly General Counsel Bob Armitage
testified among others. For witness lists and submitted testimony,
see: hitp://'www.judiciary.senate.gov/hearing. cfm?id=8391

Text of this bill in large part was adopted by the House.

Introduced 6/5/2003 and referred to the Senate Judiciary

- Title 3 of this act seeks to enhance and strengthen protection-of
Usip rights abroad through harmonizing IP rights criteria in-
vatious trade preference acts, establishing a formalized USTR
petition process and making technical corrections affecting
WTO/TRIPS cases brought agamst countnes subject to trade Y
actron under Sectron 301 . . I

on Senate Calendar with written report Sen. Rep. 108-28.
Related House Bill: H.R..1047 i :

B.-ll Text: hitp:/ffinance.senate. qovlsneg ages/leg/leq022603.pdf

S. 1191 Intellectual Property Protection Restoration Act of 2003 (Sen.
Leahy, D-VT) - “sovereign immunily bili” — Restore Federal Committee. The House IP Subcommitteg held a hearing on the
remedies for intellectual property mfnrngement committed by House Companion bill (M.R.2344) on 6/17/2003. For a witness list
States. . and.copies of withess testimony, see:
' hitp.//www.house. gov/judiciary/courts. htrm
Bill reintroduced from previous Congress: S.2031, 1o7™. e T T A :
o)
- 8.946 Drug Competition Act of 2003 (Sen. Leahy, D-VT) ~ Introduced 4/29/2003; Referred to the Judiciary Committee. fronah
reintroduced from 107" Congress -- Enhances competition for I e oD
prescription drugs by increasing the ability of the Depariment of Cosponsors (6): Cantwell (D-WA), Durbin (D-1L), Feingold (D-W1), D
Justice and Federal Trade Commission to enforce existing Grassley (R-IA), Kohl {D-WI}, Schumer (D-NY) :
antitrust laws regarding brand name drugs and generic drugs. R San . :
8.692 Digital Consumer Rightto Know Act (Sen. Wyden, D-OR) -- Introduced 03/24/2003; referred to Senate Commerce Commitiee.
Requires the Federal Trade Cormmission to issue rules regarding Bt BN 4T . :
the disclosure of technological measures that restrict consumer
flexibility to use and mampulate d;g:tal mformatron and:
enfertainment content. - :
S. 671 Miscellaneous Trade and Technical Corrections Act of 2003" Approved by the Senate Finance Commitiee, 02/27/2003. Placed

“Updated: Adgust 7, 2003 (Page 5 0f 6)
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Bill No:___Bill Description

S.54

”_(Sens Schumer,
107" Congress;

Greater Access to Affordable Pharmaceuticals Act of 2003
D-NY & McCain, R-AZ) - reintroduced from the
eeks to close Joopholes fo expedite generic
drug approval; Sections 3 and 4 of inciude language requiring the
filing of patent mférmataon with the FDA and & hmrtat:on of one 30-

month stay to cer?am patents

introduced 01/08!2003 referred to the Commlttee on Health,
Education, Labor, and Pensions.

57

Prescrlptlon Drug Beneﬂt and Cost Conta:nment Act of 2003
(8en. Daschie, Di8SD) — Includes language simifar to S.54 on filing
with the FDA and.the 30-month stay limitation (§§ 201 & 202). +

introduced 01/07?2003; referred to the Committee on Finance.

8.2

Senate Jobs ahd Growth Tax Act of 2003 - Sec. 364 of the bilf
reported out of the Finance Committee to the Senate was titled,
“Limitation OF Deductron For Charitable Contributions Of Patents
And Similar Propérty. - the sectiont would eliminate the tax
benefits to Corporations who make patent donations.”

This bill was reported out of the Senate Finance Committee in the
nature of a substitute bill on 5/9/2003 and was passed by the
Senate. The final tax bill did not include this provision and was
s:gned |nto Iaw on 5/28/2003 as Publ:c Law 108-27.

IPO sent a Ietter o this issue to Sen Grass]ey on 5/21/2003
which is posted oh the IPC website at:
http://www.ipo.org/PosStatement.html

;¢910

NOTE: Text and stafus info.rmegtioh on'the legislation cited above can be found on the IPO Website at: hifp:/Avww.ipo.org/issues.htmi
; : _ L

2 . ?E . . . ' .
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2) ~.Group: - USA R

(4 Authors: Dicran Halajian — Ph111ps Electronics North America Corporauon o

o : .Jack D Slobod Phlhps Electromcs North Amenca Corporatlon

) Keywords: . . Standard—Settmg.Orgamzatlons SSO, Duty. to Disclose, Equitable -
Estoppel Imphed License, Fraud, Unfalr Methods of Competltlon T

(6) Statutory Prov1510ns Sectlon 5 of the Federal Trade Commlssmn Act

(7) - Abstract:: Standard—Setting Organizations (SSOS) have established rules not only

obligating participants to license patents which are essential to a standard, -
" but also réqﬁiﬁng paﬁiciﬁéntst_é '-'c}isclc':'s'_e 'fh‘eir és"s_,'entiai patents priorto
. adoption 61’. the Stand_ard. T’hé traditional risk flowing from failure to -
* comply with SSO pﬁtent disclosure rules is that such essential paterits.may' o

) be sheld unf;nfqrceablc against standard cc_)mpl__iam plfodgc'ts‘un‘dgr tﬁé _ o
..doctrine of _equi'tabie, estoppel. The réceﬁf Raﬁbus case and the prior Dell.:
‘case sﬁow that the consequences of non-—Co.'mpiiance.z.'ﬂ'so'iﬂéludé possible’

o : chétges of .frau_c'l, or acti(.-)"n‘ by the U.S,. f’ederél Tf_éde Commlss10n (FTC) 7. | _
_ cén_c_éming unfair mefhods of competition. These cases are discussed and
“ suggestions are made for the content of SSO _ruleé and for the approach

‘companies should take to standard setting activities to minimize risks.
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' PATENTEE'S PARTICIPATION IN STANDARDS SETTING (THE RAMBUS CASE)
By Dicran Halajian and Jack D. Slobod 1

Background

Standard-Setting Organizations (SSOs) have proliferated in recent years and are
increasingly being established for emerging technologies in the electronics industry to
ensure the interchangeability and mter0perab1hty of computer consumer electronics, and
telecommumcatlon equlpment of different manufacturers Compames participate in
SSOs for a varjety of reasons, none the least of which is to monitor the emerging
standards and plan to produce products that would be covered by the standards.

S80s have established 1ntellectual propeity (P} rules because of concern that

~ patent rights of thll'd parucs which are necessanly mfnnged when makmg or usmg

standard compliant products (so-called "essential" or "necéssary” patent rights or claims) -

may be used to block or inhibit effective implementation of the standard. Despite the
important implications of IP rules of SSOs, little has been written about such rules
'genera'llyr. 2 SSO TP rules take a \}aﬁefy of foﬁns, and I.nay'impoée obligations on
participants in standard setting activities and/or members of the SSO to disclose their
essential patents prior to adoption of the standard, and to license such essential patents on
" a particular basis. ' _

The majoﬂty of SISOS allow participants .to retain fﬁeir esseriﬁéi IP 'ﬁghts, but may
require participants to undertake to license such rights for standard compliant products on
reasonable and nondiscriminatory terms (RAND). An example thereof is the European

| Telecommumcatlons Standards Institute (ETSD),’ whlch further seeks to adopt standards
| whlch are not blocked by IPR of a member not w111mg to hcense However SSOs
requiring royalty free licensing to attempt to achieve a so-called "open standard" are also

appearing, such as BluetooﬂfIM 5 ‘The SSO rules may include savmg or escape prov131ons

) 'allowmg partlclpants to use their essentlal IPri ghts ina counterclalm 1f they are sued for
' patent mfnngement arising from comphance with the standard,® and./or prowdmg aright
of withdrawal prior to adoption of the standard to avoid the licensing obligation.”

The risk usually considered as flowing from a company's failure to comply with

the IP disclosure rules of an SSO is that the relevant patents of the company may be held

e e et ot et P 2T
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unenforceable against standard compliant products on account of equitable estoppel..®
Equitable estoppel does not require. affirmatively misleading statements and appliesto™-. : ..

9

the seminal Aukerman” case where the court stated that equitable estoppel applies if; ..

A patentee, though misleading conduct, leads the alleged -

silence where conduct and circumstances render “a clear duty to speak” as indicatedin -~ -+

-infringer-to-reasonably-infer-that-the-patentee-does-not-intend-to—
. en'folrcle its ijat_entﬂagaihst th'e:'alilege_d infﬁit_igef. Conduct. Iﬂay L
include specific statements, action, inacti_on,or-silehce where there -
was an obligation to speak.'®
It may also be argued that a patentee’s conduct in standard setting activities.or. - .. :
concerning standard compliant products have given rise to an implied (usuvally royalty- -
free) license. A finding of implied license is based on contract.law and focuses on the -

relationship between the parties and the objective expectations flowing from their . .~

conduct.''  An implied ticense may be found where a patentee invites a use that would - -

otherwise infringe its pat_ent}z The conduct of a patentee in standard setting activities. -

may produce analogous situations. -For example, if a patentee extols the benefits of a; -

proposal without disclosing its IP position, and it is expected. from the relationship of the

R R ST

parties that disclosure of intent to enforce the patent should have been.made, it may be .. -
argued that the patentee has invited royalty-free use of products or methods:compliant; . .
with its proposal. . '
Recent cases have served to sensi_tize__c_ompahies_- of the heavy obligation falling .
upon cﬁgince_rs and scientists lo:f a.company participating in an__SSO to comply with the .IP -
rules of the SSO in regafd .t'o disclosure of IP rights, and the consequences of actual or
perceived noh—compliance._ As will be apparent from the discussions herein, these
consequences can include not only unenforceability of patent rights on account of o
equitable estoppel or implied license, but also charges of actual fraud, violation of the
Racketeer Influenced and Corrupt Organization Act (RICO) 2, monopolization or attempt. .
to monopolize in-violation of the Sherman Act™, or violation of section 5 of the Federal - -

Trade Commission Act”.

The Rambus Case

4
i
!
i
I
g
i
:
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In Rambus, Inc. v. Tnfineon Techs AG, (2001)'® after Rambus' patents were held
- not infringed by Infineon's products implementing the Synchronous Dynamic Random
Access Memory (SDRAM) and-the Double Data Rate SDRAM (DDR-SDRAM)
standards adopted by Joint Electronics Devices Engineering Council (JEDEC), ajury -
exonerated Rambus on the RICO claim'® but found Rambus guilty of fraud and awarded
punitive damagesl? based on Rambus' failure to disclose relevant patent applications to

JEDEC. On a post-trial judgment as a matter of law (JMOL), the District Court for the —"M

Eastemn District of Virginia permitted the frand vérdict on the SDRAM standard, finding
that Rambus had a duty to disclose patent applications related to an SDRAM standard-
setting effort promulgated by JEDEC, “(notwithstahding the absence, until 1993, of an
explicit reference to pending patents in the JEDEC manual), {since] all members, at all -
“times here pertinent, had a known duty to disclose patent applications that related to'the. -
SDRAM standard-setting effort” as proved by clear and convincing evidence.? | |
. However, the District Court set aside the fraud verdict on the DDR-SDRAM standard, '
finding that Rambus withdrew before the duty of disclosure was triggered, namely,

before the JEDEC Committee began working on the DDR-SDRAM standard.>'

~ Thereafter, the U.S. Court of ‘Appeals for the Federal Circuit (CAFC) overturned "

.the jury verdict of fraud in regard to Rambus' failure to disclose patent applications -
related to the SDRAM standard.”> The CAFC noted that there “is no indication that
. members ever legally agreed to disclose information™ but treated the JTEDEC policy2 Sas
imposing a duty to disclose. Nevertheless, Judge Rader writing for the majority noted

that the disclosure duty focuses on patent claims since the language of the JEDEC policy
“links the disclosure duty to patents or applications whose claims cover the proposed -
JEDEC standard.” The court found no bréach of the disclosure duty since it accepted ™
~ Rambus’s argument that none of the pending claiins read on the SDRAM standard

despite Rambus’s earlier mistaken belief that it had pending claims covering the standard, -~

.. pending claims did not read on the SDRAM standard.?® With respect to the DDR- -

stating that stch s Tistaken belief “does ot substitiite Tor the proof required byt

‘objective patent policy.”” The dissent noted that there was no proof that Rambus®

SDRAM standard, the CAFC affirmed the District Court's decision holding that Rambus

s,
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had no duty to disclose since it withdrew from JEDEC in June 1996, and JEDEC did not
begin formal work on the DDR-SDRAM standard until December 1996.7

‘Infineon also brought monopolization claims-under-the Sherman-Act, where the

district court, initially rejected Rambus’ motion to dismiss for failure to state a cognizable -
claim, but ultimately dismissed Infineon’s monopohzauon claims after ruling that
Rmbm%eﬂswawaﬁnfnnge&w&mﬂ&roﬁthmmﬁeﬁﬁF@mvmeﬁhvm
 district court’s claim congtruction, Infineon’s monopohzatlon claims will be tried unless

the Supreme Court reverses the CAFC. Analogous monopolization claims are pending

against Rambus in another litigation. 2.

Although Rambus was ultimately victorious in defending the fraud counterclaims

made by Infineon, that victory is viewed.as _a__techni_cal one since. Rambus still faces-an. ..
action by the U.S. Federal Trade Commission (FTC) conceming its conduct before.

JEDEC® .-

The Dell Case _ : :
Rambus is not the flrst tnne the FTC dealt with a failure fo compiy with IP -

disclosure obligations to an SSO. . The FTC addressed similar issues In the Matter of Dell -
Computer_Corporation30, where Dell was accused of acts or practices that constitute .-
unfair methods of competition in or affecting commerce: in violation of Section 5 of the - . -
Federal Trade Commission Act®’ : The.facts wete that a Dell representative, as member .

of the Local Bus Committee of the Video Eie_ctromcs Standards Association (VESA), - ..
voted on July 20, 1992, to approve a preliminary .proposai for the VESA Local Bus (VL-
bus) standard. As part of this approval, the Dell representative provided.a written: - -
certification that, “to the best of my knowledge,” the proposal does not infringe any ..

patents.®” The same written certification was again provided on August 6, 1992, during -

the final approval of the 'VL-bus standard. One year earlier, in July 1991, Dell had .-
received United States. Patent number 5,036,481 which was not-disclosed to VESA. '

After VESA’s VL-Bus standard became very successful, Dell informed certain VESA . -
members that the “implementation of the. VL-bus is a violation of Dell’s exclusive -

rights.”

L
B
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~ Despite a strenuous dissent and many commenters, FTC and Dell entered into a
consent agreement pursuant to which the FTC issued an order that “prohibits Dell from
“enforcing its United States Patent number 5,036,481 against any company for such -
company’s use of the Video Electronics Standards Association’s VL-bus standard.”* The
Commission considered leaving this case to be decided by the courts based on equitable =
| estoppel which requires intentional and knowing misleading conduct including silence,
reliance on the misleading conduct, and material prejudice,”® but found the remedy
consistent with cases related to equitable:estoppel since “there is reason to believe that
Dell’s failure to disclose the patent was not inadvertent.”* -
- By contrast, the dissent noted that not only was it not shown that Dell’s-
- misleading conduct was intentional and knowing, but also-there was no showing of either
reliance or material prejudice by others. Thus, the dissent deemed the relief of barring
" Dell from enforcing its patent as “unnecessarily harsh.”> The dissent noted that Dell did ~
not have any great role in the development and promulgation of the VESA VL-bus
standard, such as proposing or sponsoring the stanc_lard, urging others to vote for the
standard, participating in drafting the standard, or having any hand whatsoever in shaping
. the standard.>” “According to the dissent, the logic of the majority of the Commissioners -* -
leads to “a strict liability standard, under which a company would place its intellectual -~
property atrisk sirhply by-participating in the standards-setting proce:ss.”3 8
In view of this, the dissent found particularly odd the fourth allegation in the
~complaint that Dell’s actions unreasonably restrained competition since they “chilled”
-willingness to participate in SSOs. Rather; the dissent pointed out the chilling effect of -
the Order on participating or voting in SSOs. “The danger that voting on a standard -
might result in the loss of a company’s intellectual property rights may dissuade some -
39

firms from participating in the standards-setting-process in the first place.

Because of the chilling effect on SSO participation, the American National

Standards Thstitute (ANDSI), which accredits standards development 'ofganlzations;-'Was h
R one of seven (out of eleven) commenters who strongly opposed the imposition on SSO .~
participants of any duty to disclose patents. ANSI supported liability only if a company
intentionally and deliberately fails to disclose relevant patents. The American Intellectual

Property Law Association (AIPLA) also agreed with ANSI noting that the Dell remedy is
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too drastic as it amounts to a forfeiture of patent rights and that patent estoppel litigation
is a better forum. Requiring intent was also endorsed by other commenters including the . ..
Electronic.Industries Association (EIA), the Telecommunication Industry Association .. .

{TIA), the Standards Board of the Institute of Electrical and Electronic Engineers (IEEE);. .

_ and the Alliance for Telecommunications Industry Solutions, Inc.. (ATIS).40._ .

The-Commission-contrasted-the- VESA-pelicy-with-the-policy-of-ANSE-noting-~——

T L i

~ that ANSI does not require a certification as to cd'n'ﬂict'ing, 1P rights and thué, unliké |

VESA, does not create an-expectation that there is no conflicting IP*! Thedissentalso -
discussed the patent policy of ANSI and other organizations, noting that the AIPLA
supported the reconciliation of the rights of standards users and IP owners as set forth in
- ANSTI’s patent policy. ANSI specifically addresses the situation where;reicvant 1P rights. R
are discovered after the standard is adopted by requiring the same assurance as if the IP S
rights were disclosed prior to the standard adoption, namely, a Written assurance that the

IP will be licensed royalty-free or based on RAND. Otherwise, the standard may be -

withdrawn.*?

Other commenters included the American Committee for 'Ihtéi"o-;_:')érdblélsuystér'né' o
(ACIS) who favored the imposition of a duty to search and disclose relevant IP, arguing.
that the IP holder is best positioned to determine if its patents read on the standard: ACIS
downplayed the chilling effect on participating in SSOs since such participation is. .- .-
motivated by commercial self-interest. Bay Networks, Inc., also supported.a strict
standard of identifying and disclosing relevant IP rights or waiving them. .Bay Networks: ol
argued thaf_réquiring- zi_license based on RAND may not be sufficient, because firms may -
disagree about the meaning of RAND. ' _

A similar action under Section 5 of the FTC Act is also pending against Union Qil . -
Company of California (Unocal) 43 where, instead of an SSO, a state regulatory body is' . .. .
involved; namely, California Air Resources Board (CARB), which initiated rulemaking
proceeding in the laté 1980s to determine cost-effective regulaticjns and standard .
governing the composition of low emission, reformulated gasoline (RFG). Unocal
obtained patents during the pendency of the CARB RFG proceedings while representing
that it had no patent rights. After adoption of Unocal’s patented technology by CARB,

Unocal began enforcing its patent rights.
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Despite having no patent policy or disclosure requirement of patents or pending
applications, the FT'C filed charges that look very much like equitable estoppel. The -
charges against Unocal include actively participating in the CARB RFG rulemaking

o proceedings; engaging in a pattern of 'b)]ad—faith and deceptive conduct; concealing
material information that enabled it to undermine competition and harm consumers; and

illegally monopolizing attempting to monopolize, and otherwise engaging in unfair

methods of competition. The complaint alleges that Unocal made materially false and ~ ~ - 3*“"
~ misleading statemerits such as representing to CARB and other participants that its -
-emission research results were nonproprietary, in the public domain, or otherwise

available without disclosing that Unocal intended to assert its patents related to the

research results. Further, the complaint alleges that Unocal made knowing and willful -
_misrepresentation to CARB that its predictive model, concerning autom’obilé exhaust -

- emissions and CARB phase 2 regulations, would be “cost effective” and “flexible”, and -

| that absent these misrepresentations; CARB would not have enacted the RFG regulations

that overlapped with Unocal’s concealed patent claims.

Suggestions
' Lessons should be learned by both SSOs and member/participants from Rambus, '
where the CAFC noted that “there is a staggering lack of defining details in the
EIA/JEDEC patent policy ... JEDEC could have drafted a patent policy with a broader” -~ -
~ disclosure duty. It could have drafted a policy broad enough to capture a member's failed
attempts to mine'a disclosed specification for broader undisclosed claims. It could have. =

It simply did not.”*

The need for a clear policy was reiterated in the dissent, where thé ‘
 complexity of determining whether claims read on a standard was noted.** Thus, the.
onus is on the SSO to have a clear and unambiguous patent policy. Accordihgly;

" potential members should review SSO IP policies and demand clarification if needed.

e Birthisty “‘SSO“s“th“ém’s‘@WéS“”S‘ﬁﬁﬁ'lﬁ“‘féVi“é”"w“”ﬁﬁd“"c”fl"a““r‘ifjf"fHé“”n‘“IPf”'f)’é”izc'ies asmeeded. " Im

- addition, companies involved in the formation of new SSOs should make sure that clear -

~ and w_ﬁtte'n IP policies are put inplace. =
In addition to a nieed for clarity in SSO IP rulés, it should be appreciated that the

rules should not be too burdensome and should not produce significant risks from ="
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inadvertent non-compliance, since that would chill participation. Some basic premises . -

that should be generally acceptable to participants and members include the obligations

(1) .. all members and participants agree to license standard compliant

products on no worse than a RAND basis under patent rights that are .

essential-to-the-standard; but-retain- the—nght to—assert"suchpatenmghtb
_ . agamst a thlrd patty who has refused to license on such terms; and
() . any part1c1pant.malqng a proposal to the SSO .wﬂl.dlscl_ose patents and -

_patent applications it is aware of as being essential to the proposal.

. An issue related to disclosure includes whether a participant has to searchits ., . ...
entire patent portfolio for relevant patents. It is believed that such an obligation is too
burdensome for companies having large patent portfolios. The more sensible approach. -+ -

is that the disclosure obligation be as to patents and patent applications that a company is .

aware of as bemg relevant to the standard. Such an approach should be satlsfactory since . - B

” typ1cally the 1nd1v1duals partlc1pat1ng on the SSO on behalf of the company are aware of

the most releyant;_patents and applications. If relevant patents or applications are later
uncovered, there should be a continuing obligation to bring them to the attention of the
SSO. In such event, there should be the obligation to license such patents or-applications . .
in accordance with the license obligation, but no penalty or loss of rights.
A further issue is what remedies are available to a member, e. g if it is alleged that
a member obligated to license on RAND terms has demanded unreasonable terms. It is
believed that an SSO is in no position to be the arbiter of whether specific terms comply
with the RAND obligation. Consequently, it is suggested that the bylaws of the SSO
indicate that the members are third party beneficiaries of such obligations. Th:s would
allow a dispute, as to the comphance with an SSO licensing obhgatlon, be dealt with-
entirely between the parties involved. . _ |
Case law strongly suggests that the act of joining an SSO constitutes consent to be
govemed by the SSO bylaws Consequently, compames should not take 11ght1y jommg
an S50, and once they j join, they should set up procedures to make sure they comply w1th ' )

S50 requ1rements Further, the- obhgations and risks should be clearly understood
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| :including possible relinquishment of IP rights when joining an SSO or loss of IP rights N
for not complying with SSO disclosure rules. Itis therefore essential that prior to joining
an S$SO the TP departmeni be consulted and an IP attorney designated to review SSO
rules, bylaws, membership-application and any license agreement, in order to explain any
~ risks and benefits. ' '

| The company, in conjunction with the IP department, should develop a policy as
to when and under what circumstances the company can become involved in an SSO,
whether joining as a member/participant or as an adopter/founder, iﬁdluding setting the
level of participation. It is also advisable that a lead IP attorney oversee the
‘implementation of the company policies regarding SSOs, and to provide advice

particularly when exceptions to the policy are sought. ‘Similarly, a lead technical person

should be designated with respect to each SSO to insure consistency in having the same
_technical people be involved throughout a particular SSO cominittee. ‘The léad technical
person should be in close contact both with the designated IP attorney and the rest of the

technical team'involved with the SSO.
~ Having lead IP and technical people, as well as having continuity in the personnel
involved with an SSO, insures compliance with SSO rules, such as the dlsclosure rules,

Alead techmcal person, who is made aware of the SSO rules and company S

- respon31b111tles by the IP attorney, can in turn more easily monitor the rest of the

technical team to prevent inadvertent non- comphance with the disclosure reqmrements of

S80s.

' The authors are Senior and Principal Attorneys, respectively, Intellectual Property and Standards, Philips
Electronics North America Corporatwn The recommendatlons or opxmons expressed herein are sole.ly _
those of the authors. '

* See Lemley “Intellectual Property Rights and Standard- Settmg Orgamzatlons” 90 Calif. L R.1889
(2002), dlscussmg the importance of SSO rules related to IP issues, and notmg that there is [ittle. 1egal
literature on the subject.

3ETSI Direcuves Apr;l 2003, Annex 6 ETSI Intellectual Propezty Rights Pohcy, section 6. 1, Avallablhty
of Licenses, requires “[wihen an ESSENTIAL IPR relating to a particular STANDARD or TECHNICAL
SPECIFICATION is brought to the attention of ETS, the Director-General of ETSI shall immediately

© request thc owner to give within three months an.undertaking in writing that it is prepared to grant -
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irrevocable licenses on fair, reasonable and non-discriminatory terms and conditions.” - Available at
http:/iportal.etsi.org/directives/directives_apr_2003.doc (last visited August 29, 2003).

* ETSI Intellectual Property Rights Policy, Annex 8.1.1 requires *[wlhere 2 MEMBER notifies ETSI thatit
is not prepared to license an IPR in respect of a STANDARD or TECHNICAL SPECIFICATION, the
General Assembly shall review the requirement for that STANDARD.or TECHNICAL SPECIFICATION
and satisfy itself that a viable alternative technology is available for the STANDARD or TECHNICAL

SPECIFICATION which:

S i

e e A R

bd lb not UIULKJ::U Uy l[ld.l. L[’I\, and
+ satisfies ETSI's requirements.” " * == -+

3 Bluetooth™ is a standard developed by the Bluetooth Special Interest Group (SIG) related to connectivity.
solution based on wireless technology, where the Bluetooth Patent/Copyright License Agreement, Sections
5(a) and 5(b), requires Promoter Members and Associate or Adopter Members to grant each other “a
nonexclusive, royalty-free, perpetual, irrevocable, nontransferable, nonsubhcensabie, worldwide hcensc
under its Necessary Claims...”. Availableat

https://www.bluetooth. org(foundry/s1tecontent/documenthatent and_ Copyrxght Lxcense Agreement (last
vr:;lted August 29, 2003).

% Id. at Section 5(b) provides: “In the event that a Bluetooth SIG Member (“Member A”), other than a
Member who has Necessary Claims, files suit against-another Member (“Member B™) for patent - -
infringement arising from Member B’s manufacture, use or sale of products and systems thatare ="
compatible with the Bluetooth Specification(sy and/or Foundation Specification; and such suit-is not -
defensive based on a patent infringement claims or suit by Member B, then Member B shall have the-
unilateral right to change the license grant set forth in Section 5(a) or (b) above under Necessary Claims, if =~

. any, from a rovalty-free license to a reasonable royalty bearing license with respect to Member A and be

able to collect such royalty retroactively commencing on the date that Member A filing such suit is alleging
Member B commenced the infringement which is the basis of the suit” (Emphasis added).

7 Id. provides at Section 7(b): “Effect of Withdrawal. If an Associate or adopter Member withdraws from or
is terminated from Membership in Bluetooth SIG: ...(iv) Section 5 of this License shall continue in full

force and effect with respect to all Bluetooth Specification and Foundation Specification adopted prior to }
the effective date of withdrawal or termination.” (Emphasis added). Section 7(b) (iii) provides for licenses -

- between the withdrawing Member and Bluetooth Licensees after the effective withdrawal date as follows:
" “With respect to Contributions from withdrawing Member which are included in any Bluetooth

Specification which is adopted after the effective date of withdrawal or termination, such Member shall be
entitled to receive a license from all Licensees regarding all such Bluetooth Specifications {i.e. all those .
which include such Member’s Contributions) under the terms of Section 2, but only if and when such
Member agrees to and grants a license under the terms of Section 5(b) to all Licensees with respect to all
such Bluetooth Specifications.” (Emphasis added). Further, Section 7(a} provides a grace period to
withdraw after the adoption of a standard and thus preserve IP rights for a licensing program of the

withdrawing member as follows: “If an Associate or Adopter Member withdraws within three (3) weeks e

following its receipt of notice of adoption of a Bluetooth Specification, the effective date of such
withdrawal shall be Immedmtely prior to such adoption.”

8 Wang Labs Inc. v. Mltsubzshl Elecs. Am Inc. 29 USP. Q. 1481 (C.D. Cal. 1993) aff’d, 103 F.3d 1571
41 U.5.P.Q.2d 1263 (Fed. Cir. 1997), cert. denied, 1997 U.S. Lexis 4726 (1997) (finding implied license
based on equitable estoppel where Wang promoted its single in-line memory module (SIMM) design as the
official industry standard through the Electronics Industries Association’s (E1A) standardization group
known as JEDEC, indicated to JEDEC it was not seeking patents, did not inform JEDEC or Mistubishi of
its ongoing pursuit of patent rights, and coaxed Mistubishi into the adopting Wang’s SIMM format);
Stambler v. Diebold Inc., 11 U.S.P.Q.2d 1709, 1714 (E.D.N.Y. 1988), aff’d, 878 F.2d 1445 (Fed. Cir.
1989) (even in the absence of an express duty to disclose, equitable estoppel applied broadly based on
conduct, thus preventing the s:lent party from later enforcing its patent).

1. -
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? A.C. Aukerman Co. v. R.L. Chaides Construction Co., 960 F.2d 1020, 1041-43; 22 U.S.P.Q.2d 1321 _
1335-37, (Fed. Cir. 1992) {in banc), on remand, 29 U.S P.Q.2d 1054 (N.D. Calif. 1993) (Estoppel bars

" prospective and retrospective rehef “Where equitable estoppel is established, all relief on a claim may be
barred.”)

10 1d. at 1028. However, it is difficult to prove reasonable reliance on the patentee’s silence. See-Sony

Electronics, Inc., v. Soundview Technologies, Inc. 157 E. Supp. 2d 172, 178 79 (D. Conn, 2001) mvolvmg N

V-chips, where Sony could not prove reliance.
Y See Withington-Cooley Mfg. Co. v. Kinney 68 F. 500, 506 (6th Cir. 1895)

2 0ne example is where the patentee is found to have granted an implied royalty-free license for the use of
its patented process based on its sale of a patented product specially adapted for use w1th the process See
United States v. Univis Lens, 316 U. S 241 {1942).

B18USC. § 1961 et seq. See e.g., Morley v Cohen, 883 F. Zd 1006, 1009 (4th Cir. 1989), where elements

.of civil RICQ violation include associating with or participating in the conduct.of an enterprise (that is
engaged in interstate commerce) through a pattern or racketeering activity and, as a resuit thereof, causing
harm to the plamnff '

415USC.§2 Seeeg., . United States ». Grinnell C'arp 384 U.S. 563, 570-571 (1966), where clements
of monopolization under the Sherman Act includes having monopoly power in the relevant market,
acquiring or maintaining that monopoly power through restrictive or exclusionary conduct; engaging in

activities that occurred in or affected interstate commerce, and 1n3 uring the opposing party as a result of - the-

.monopolist’s conduct.
1515 USC. §45:

{a){(1) Unfair methods of oompetition in or affecting commerce, and unfair or deceptive acts or
. practices in or affecting commerce, are hereby declared unlawful

(a)(2) The Cormmssmn is hereby empowered and directed to prevent persons partnershlps or
corporations . . . from using unfair methods of competmon in or affecting commerce and unfalr or
deceptive acts or practices in or affection commerce.

164 F Supp.. 2d 743 (E.D. Va. 2001)

17 d. at 746. The parent organization of JEDEC is the Eiectromc Industry Assoc1at10n See also -
https://www.eia.org and hitps://www. jedecorg

18 )4 at 747. The J ury retumed a verdict in favor of Rambus on the RICO clalm after the district court
rejected several motions by Rambus for summary judgment since misleading an SSO can constitute

“participation in the conduct” of an enterprrse and when conducted over-several year using mail or wu'es, o

scheme to defraud an SSO can constitute a “pattern of racketeering act1v1ty

Y 1d. at 747. The Jury awarded nominal damages of $1.00 for each fraud claim and pumtwe damages of
$3,500,000, which was reduced by the District Court to $35 0,000. ) '

[
%
i
|
1.

2 1d. at 752
2 1d. at 765

" % Rambus, Inc. v. Infineon Techs AG, 318 R3d 1081, 65 USPQ2d 1705 (Fed. Cir. 2003,)'

# Id. at 1097-8. JEDEC committce minutes indicate that members were shown the ‘patent policy” recorded

in Appendix E which reads: “EIA/JEDEC PATENT POLICY SUMMARY: Standards that call for the use
of a patented item or process may not be conmdered_ by JEDEC committee enless all of the relevant

12
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techmcal mformauon covered by the patent or pending patent is known to the comm1ttee subcommittes, or
working group” where ‘pending patent’ was added in October 1993, Appendix E also required that
patentees or applicants agree to license others under a patent that reads on the standard.

% 14 at 1098-9°

B Id. at 1104

% 1d. at 1118, where J udge Prost,_d1ssenung:m;panhmdmatedihatﬂamhusiauedio_pmmihaut&pendmgﬁ"m
claims did not read on the SDRAM standard, thus, requiring disclosure. {S]ubstantlal evidence supports a

finding that Rambus faﬂed to dlsclose pendmg patent apphcanons that rmght be involved i in the SDRAM '

standard.” _ ‘ o .

P 1d.at 1106

% See M1cron Tech Inc V. Rambus lnc (,ase No. 00 CV-792 (D. Del)

PET.C. Docket No 9302 See also Parloff “Techmcal Wm for Rambus in Patents Case” IEEE"
Spectrurn Apnl 2003.

* Docket No: C- 3658 Federal Trade Commlssmn 121 FTC 616 1996 PTC LEXIC 291 COMPLAINT, o
May 20 1996 ' o

n.15 Supra-.
3 1,30 Supra at 315 “I certify that I am the VESA member listed at the top of the ballot, or am authorized - - - |
. by such member to submit this ballot.. By casting this vote I also. certify that, to.the best of my knowledge, . . . i

this proposal does not infringe on any trademarks, copyrights, or patents, with the exceptior of any listed
on the comment page. | understand that my vote and any comments will become public.”

B 1d. at 303
*n.8 Supra

3 0.30 Supra at 307, 318 citing Potter Instrument Co. v. Storage Technology Corp., 207 U.8.P.Q. 763
(E.D.Va. 1980}, aff’d, 641 F2d. 190 (4th Cir. 1981), 211 U.S.P.Q. 493 (4th Circ. 1981), cert. denied, 454
U.S. 832 (1981); and Wang Labs,n.7 Supra

* Id. at 327
Y1d at316
3 1d. at 320
* Id. at 326-7
®1d. a1 331-4
! Id. at 309

2 Id. at 332-335. The ANSI patent policy provides that the patent holder must supply ANSI with either:

1. A general disclaimer to the effect that the patent holder does not hold and does not anticipate
holding any invention the use of whlch would be reqmred for compliance with the proposed
standard, or

2. A written assurance that either:

a} a license will be made available to applicants desiring to utilize the license for the
purpose of implementing the standard without compensation to the patent holder, or

i 13
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b) - alicense will be made available to applicants under reasonable terms ancl condmon
"~ thatare demonstrably free of unfalr dlscnmmauon

B E.T.C. Docket No. 9305. In the Matter of Union Oil Company of California, a corporation, 2003 FIC

© LEXIC 19, COMPLAINT, March 4, 2003

“ 0.22 Supra at 1102

Y Id at 1118 “JEDEC's dlsclosure policy required its members to disclose patents and’ pcndmg
applications that "might be involved in the work they are undcrtakmg While the majority rejected this
standard as unbounded; nothing required JEDEC to formulate its pohcy with precision and clarity. And,
while the majority may believe that JEDEC's "might be involved" standard is impossibly amorphous, the

majority's restatement of the FJEDEC policy might prove impossibly complex. The majority's application of .

its rule arguably requires a Markman claim construction, application of the doctrine of equivalents, a Festo
analysis, and perhaps even a Johnson & Johnston analysis before anyone can say for sure whether a claim
reads on a standard. As a result, an action for fraud will become more a federal patent case than acase
arising under state Law.” - _ :

%n2 _Supra citing e.g., Imel v Zohn Mfg. Co. 481 £2d 181, 183 (10th Cir. 1973) (The plaintiffs are bound

- by the constitution and bylaws of the Joint Board and Amalgamated having Local 263 as an affiliate, since - -
- the plaintiffs are members of Local 263); Nelson v. Bell Fource Irr. Dist., 845 F. Supp. 1361, 1366 (D.S.D.

1994) (Since a member of the irrigation district, plaintiff is bound by the districts board’s bylaws rules and
regulation that dictate plaintiff rights to receive and use water); Laguna Royale Owners Ass’nv. Darger,
174 Cal. Rptr. 136, 138 (Cal. Dist. Ct. App. 1981} (As owners of a unit in the pro_lect the Dargers
automatxcaily became members of the- Assoc;atzon and bound by its bylaws) '

o o i At e
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