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geneIjation of an invention to patent filiIlgs. The results of the

survey are reported herein.

As a result of the survey, it was found that pateI1~ Staff

positively attends meetings with R&D Staff, such as. aI\leeting
, .. ;.- " ···c.··. ",...... :-',' .. - .. ', : "" , .... "', i:', .... _ ,'-:. ...- .. : _"'.

having the purposes.of .. finding potential inventions in order to
,,_.. .., -.. ,.... .. .. - "..', ,'-'-

under§tand the,t;echnplogy and to prevent oVersight of Ilecessary

patent filings, as well as to make efforts to obtain appropriate
.... ........ .... .. .. .. .. -", ",- -'.

patent right;s byelabo:ratiIlg<iisclosure of invention received

from inventors of R&D Function.

A questionnaire survey

companies, astowhat.""911ld
between patent Function and

W'ClS made ""ithin PIPA Japanese member... ...... ..', - : -, " -," _. ....,:, -,,', :- j

be the best cooperative activitie.s
.. .. _ -,,' >'. :.. :': ......., '.- .... .' : .. ,.: 'J ":' "." :_. c- '._ -",. ,', :.. .."

R&D Function in the course from the
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1. PREFACE - Rea.~sons'fbrchoosing ,thi~tOPiC -

Recently, the role ofi.ntell~ctualprbpEirties

especiallY'paterits has beeri'signifi.cantlyenhancedamong business

activities. It is well recognized that patents have ~ss~ed a

critical role in business strategies, although they were

previously recognized as merely the results'of resea:rbh~nd

development.

In general, a corporate R&D Function has a roTe to seek

better technologies through research.and development and to

incorporate them into. their owri Corporate products, in order to

provt.da better business opportunities and results. .On the wther

hand, the Patent Function.irltend~tbobtainri.ghts advantageOus

to its own company based on deep knowledge of laws and practices.

However, if be>thfunct1ons work: independently, euEi2t;i.ve #ghts

cannot be obtained even if good inventions are made. In this

case, effective business strategies \ind activi.tiesc~IIIlot\!:>~

implemented. For example, supposing that good technologiesiare

invented in the R&D Function, it is impossible for the Patent

Function to "file a patent application" leading to obtention of a

patent right, if such techndlogies are not; rec:ognized as

inventi.ons in the R&D Fti"n.ct:.1.()n an.d nOt rep()rtedto·the pa.tent

Function. Therefore, to obtah patent rights for good inventions

for effective implementation of business strategies, it is vital
.' ... '. ,,', . "',,

for the Patent Function and the R&D Function to closely

collaborate together.

After.all, an invention is one which exists'inthe

activity of an i.n.v~n.t.or's bdin and thus is invisible. In

practi.C::e,·thepcit:~n.t.Staff of ea.ch company has been making great

. ,. eff():l:tstolEiffectJ.veiyzrrakesuchinvi~HHeiri~en.tions\tangibfEi, ,•.

and to convert thezrr to patentfnlngswitho1:lt:oil'erloolcirtg

important ones.

Under these circumstances, in this report, the results

are reported which were obtained from the survey as to the best

cooperative activities between Patent Functions and R&D Functions
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to ob:t'a:i:n.' 'better' 'patentl'r.i:ghts[:i' -: More:spec:hfd"cp.lil:.}Cf':a;;::

questionnaire survey regarding such cooperative activities, 'cw:a's:m':l:::

, made: t,~::the'jpa:FAJ Japanese:memberyc.QmpapiesmheFanalys,is of

resuJ;:bs :wi'!:;]!. i!:ie, dicscussed:' ,FIn: ,addi:;tionl:the, Sallie IqU:"'.$:tiQnnC\oi;~e',[,

c'olllllii,tteEf of t,he'US Group; In, the."paneLdi:scussions:to;:be.:mac::l!3.i.

a tthe:>International Congress, comparison ofJapanes.el.and:US'

practi:ceswiTlbe'di:scussed.

2 • SUMMARY OF SURVEY' RESULTS:

On the Japanese, side, thequestionnaire.asindicated:cin

Appendix 2 wasdi:stributed to 84 JapanesePTPA member compand.es.,':

Among these, theresponses.from 70 companies werer.eceived.on

time,·· and, analyzed. The responses' include those received from 17

Machinery/Metal r"'latedcompanies,.17 Electrical'Appliance

related companies and 36 Chemical companies. The analysis of

restiltsis indicated by the. percentage of companies having

checked a specific item from the total number of.the respondents.

The percentages are '. indicated by .industry (L e., Machinery/Metal

Companies, Electrical Appliance companies and Chemical companies,

separately) to clarify the tendency due to any difference'in

industry, as well as those percentages for all respondents. As

used herein, Machinery/Metal related companies are referred to as

Machinery:' companies ,artdElectri:calAppliance related companies

as Electronics companies. The results ': are' shown in Appendix 3.

In addition, inQ3-2to Q3-12, the base of the calculation is the

total number of responding companies having answered "YES" in

Q3':1, and in Q3-'14to Q3-16 the base is the total number of

responding companies having answered "YES" in Q3-13.

Initially, it was planned to analyze the survey results

using, as an evaluation parameter, the number,of.patent

applications filed each year and the number per each Patent Staff

member. Such analysis, however, was not conducted since
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dependency to such parameter was not remarkable in .the survey

results.

The companies responding to the survey widely.vary from

companies filing few patent. applications .tothose filing a large

numbe'r ,of patent applications,' and a Lao: from companies having few

staff members in the Patent Function (persons> mainly in chargeqf

patent filings) to those having a large number of staff members

(Refer to Q2 and Q3). Accordingly, a .wide range.ofJapane.S$

companies are covered by this survey.

The questionnaire used in the survey is intended to

examine the cooperative activities between the patent Function

and the R&D Function· during the period from generation of

inventions:topatent filings with the. Patent. Qf.fice.'

rngeneral, in the period,from generation'otinventions

to patent filings, the following steps, may take place:

STEP!: Planning, Trial Production, Development, .Etc.•. of

Certain Products

....__> possible· Generation of "a .. Potential Invention

STEP '2: Finding of a Potential Invention

- .... _> Invention '. becomes tangible

STEP,) :D.isclosure of technical information regarq.ing.

the. Invention in writing

...... -.> Clarification of the Invention

STEP A: PreparationofaPat$nt Spe9ificatioIl based on 'thE:!

STEP 5: F:.ilings,ofpatentApplications
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Tn: this case, the, Patent Function is first'informed of

theiexistence of theinventioriby the INVENTION

DISCLOSURE.

:- In the preparation of' the specification ,.to better

'l1n:derstand ,the contents of the INVENTION.DISCLOSURE for

obtaining more appropriate 'patent protection;,

dooperation takes pl:ace between,the Patent.Funqtion and

the R&D Function to provide more detailed technical

'information about ,the invention. In this, case, the

cooperation is initiated<in the above STEP 4;'

,'CASE I is the case where anirivention;;is',f)ol1rtd ;;irnthe,

R&D'FurictJioriand' disclosedto,thePatent;Function in' a given

written form (herei:nafter referred to as "INVENTION 'DISCLOSURE}!)

by an inventor of the R&D Function.

"iEtn' C:;jjn:side'r;t'ng)!whe,m',the;;COll.Iaboration [,betw,een the

Patent Function and the R&D Function is initiated, the",fo,llow,rng<!

two cases were considered.

InCASE I, there· may be the following problems.

(1) If: the R&D Function cannot uncover all .Lnverrcd'ons,

an important invention may remain in·the inviSible

state; resulting in the failure to file for such

an important invention.

(2) , 'Even "Lf an invention becomes tangible,its

relationship with other inventions or developed

products and its relation to business cannot be

sufficientlygra.sl?ed since each invention is

'sepa.rately disclosed. Thus, patent filing

strategies inclUding related inventions cannot be

appropriately discussed;
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To avoid the"above. ,problemslrthefollowing CASE 2 may

be 'considered.

(CASE 2)

CASE 2 is the case where, prior to submission ofthe'i;

INV'ENTION' DISCLOSURE/an invention is indicated or fiound by means

of an interview between(thei Patent: .Functionan.d.theR&D :Funp1:iolh'

a ,meeting:.,withR&DFunction ox similar.circ.umstances.

In this case, there may be two separate cases, i.e., a

'case' where.. an invention... is ·madetangib1e.' Ln ·:the R&D

Ftinctionj:i3.nd is further. clarified by consultation with

Patent Function in the stage of specific .d·isclosure; and a

case ,where .the:Patent.Function takes a·role in 'finding .end

. makdnq tangible. an invention ..whichcould 'notbe>found by the

R&D Function. In the ·fonner case,.the.init·iationi..of the

cooperation .is in STEP.· 3 i :and ,in thelatter .case :in STEP 2.

dna case wherePa:tentStaffjoin a meeting with the

R&D Function,:organizationalcoopera.tion between,the;I'atent

Function and the R&D Function can be formed. Thus, it is

expected that ·filing strategies organized for sPecific;products

can' beuplanned . since the ,te.chnicalbackground. .of the invention

and ..t.he orelation to the bus·ines.s.canbe ,gxaspeg resulting in the

appropriate evaluation of the significance;ef:the :.Lnvant.Lon •

In view of the both CASEs,the.questionnaires are

organj,zed as follows;"

(1) :Ratioof CASE ltoCASE2 (Q1-,l).

( 2) CASE 1, i.e., ;.·actual·:: circumstances ·of,:cooperative

activities.made.in.theperiod between submission of

INVENTION DISCLOSUREangpatentJHing' (Q2-1 to Q2-8)

(3) Actual circumstance of cooperative activities by
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mee;t;'ing,s, ..i:wi;t;'1:t ;,.,tne,.iE-'&P· ;E)lI).<:;:;t:iOI)J ~n. Q~S:E:;;;4b( Q~;~:£; p1:§Q: E'i} iJJ J ';;i

. Q3-16)

;;r'Erom;;the ;;;d~ff;eren;t':yVjiew;point? in ·('.l4;7;+lLtO,;Q:?7:8 actual

irtt'era'ctions nbe.twe.en the;;,Eatent' E'unct~on,and :~nYento:r:s o.f;,;:1::<:Qe:I3;,~p;

circumstance.s .,·of.· '. orgartizationalcooperat'ive; ;actiVities,:QetweeIl\':

the Patertt,Functionartd';the,;R&DFunction are examined.

3 .A:Iialysis;of survey; Results:

3-1'. .. -Beginnind .. 6fCooperatioIi

A questionnaire ,'surveywas, made. as .t.o the means t>y

which inventions ar.e first disc1o.sed, .i, e., a ratio o.f;e;:ctSe.S

where inventio.nsare first disclo.sed.by meanso.f.INVENTION·

DISCLOSURE to. the o.ther metho.ds (Refer to. Q1-1).

As a result, it was fo.und that a great majority o.f

disclo.sure of inventio.n is made by submission of an INVENTION

DISCLOSURE, rather than byotneJ:"cmethods In paJ:"ti.osulC\:r:i)ctS

sho:wn;.in'.E'ig·;;l, ;62 %of the;respoIidents .aIiswer.edthat.the

percentage.of.'disclosure by INVENTION DISCLOSURE Jis· more than. 80<

%, and 19 % of the respondents answered that is100%. Thus;,; in

Japanese companies, INVENTION DISCLOSURE is used as a major way

to disclose an invention. Next, in breakdown forindust:r:Y,a.1l1ong

companies having. answered that; the<percentctge.o.f,disc10sure .; by

INVENTION DISCLOSURE ,is more than 80 %;Machine:r:Ycompanies

account for'; 65' %.;and Electronics .compan.Lea aCGountfor 88'1;. On i-.

the co.ntrary to. this, Cnemical companies account f:orcts low as

47%.

On;the other hand, 81 % of the total respondents

answered that.so.meinventions are disclosed not bylNVEN'rION

DISCLOSURE., altho.ughit is rare case; Further, reviewing in mo.re

detail) '74%.o.LalL the compani.ee implement separctteco.nsultation

with each inventor, and 60,,% implement meetings with the R&D

Functio.n. Amo.ngthese, Chemical co.mpaniessho.wed a high
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percentage of disclosure by cOnsultation with inventors as

compared with the other industries.

As is apparent from the above; it was found that in

somee'a.ses coj.Labo'rat.Lons :between the 'Patent Function and the' R&D

Function are initiated prior to receipt of an INVENTION

DISCLOSURE, although in ,themajority ,the .coLl.abozet.Lon is

initiated at the time of receiptof,an INVENTION DISCLOSURE;

In line with the contents of the questionnaire, the

survey results as to the submission, of an INVENTION DISCLOSURE

which may be the major part in initiation of collaboration with

the R&D Function; will be, described, Thereafter,the survey

results aboutrneeting activities, such as an invention"harvest'irig

meeting whichconstitutes organizational collaboration I "will be

.' described .

. 3-2.' 'InCa.se Where the Tnvention is

'disclosed by an INVENTION DISCLOSURE:

."COoperationbetweenthe Patent Function and the, R&D

Function is described as to eases where the invention is first

disclosed by an INVENTION DISCLOSURE;

3-"2'-'1. 'Description in INVENTION DISCLOSURE:

(I) Itemsof'Description.ofINVENTION DISCLOSURE:

The questionnaire .. 'stirveywasmadealorigwith i terns'

described in INVENTION DISCLOSURE ("Title of Invention".,

"Claims"; "Industrially.Applicable Field "I; "Prior Art ";"Problems

To Be Solved By the Inventions", "Means For Solving the

Problems", "Function", "Adva.ntages", "Examples "~, "Experimental

'As'a/result;as shown in Fig. 2, the sevenit'erns;.:i;e;:;

!'Title of •Invention" ; "Prior Art", "Problems To Be Solved By the'

Invention", "Means For 'Solvingthe Problems"; "Advantages",

"Examples" and "Dra",ings" are·'required. to be described in

INVENTION DISCLOSURE in more than 80 % of the responding
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less degree.of: disclosure: as compared, wi.th the other .comperdes:

(Refer.toQ2-l-(l».r Maybe. for this reason, the',Chemi.cal'

companies' showed Less sati.sfacti.on.· as to the.i.tem of description

as compared with the other.i.ndustries. More, specifi.cally',: .40.%

of the Chemical compani.esbelieve that the disclosure is

insuffi.cientand·can be..improved , (Refer: to' Q2.~L-(2) ).

companies. Howe:v.er,7c\'Functi.on" '(657::%.;0 i':!':.Ind'ust:C:iaILAppil;;ii:cable

Field" (f!e:!/;)'i,'·"~11:'Xpe:r~Ine:rrt1'l':L:;.PAtC'l!J\i(J;e!/;)"[£1'l:rr~t:"B:rJ:ef.Pel>Q:r,fiption

of. Drawihgs" "( 5'3%)arejnotweHl)disclosed' ,J;l1:J:NVENTION' .

DISCLOSURE.

(2) DescriptHm of Related.Information:

In an INVENTION DISCLOSURE, the survey was made as to

whether thefollowi.ng i.temsare i.nclu:ded as related Lnformati.on

other than the above: "'Rela'ted. Techni.cal Documents (e.g..,

descri.pti.on of technology, desi.gn.speci.fLcati.on)n,"Product

Image/Product .'Concept "I' "Market Trend/Informati.on", "Evaluati.on

Ln R&D Function (e. g.. ,commerci.al' feasibility; significance,"

patentabi.li.ty)", "Results of Pri.or Art Search":; "Schedule of

P'ubli.c Announcement", .. Relation to Business (e. g"iR&Dr project

plan):", "Schedule for Commercialization .. and "Own Related Patent

App.Li.oet.Lon",

As :a result, as.. shown in Fig .. 3, it was found. that, most

companies (83%) describe "EvaLuet.LoniLn R&D Function"',. Further,

approximatelyrSO to 60% of the ,companies include, as items for

description in INVENTION. DISCLOSURE, the above items·except for

"Market Information .. and "Product Concept".

The compan.Lesthav.i.nq answered that the'current

disclosure of related information is insufficient, account for

about 39% of the total respondents. It wa'sfound tha'tafairly

large nuIllber of. the respondents. have. dissatisfaction;

3-2~2.· Cooperation between Patent. Function and
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'R&DcFunction:imthe p'eriodof from 'invention:'

disclosure to ipreparationofpatentspecification

(I) Degreeof,Contributiomin .the· Preparation of a Specification

By the Patent Function:

The volume of INVENTION DISCLOSUREs received from an

inventor ranges from 2 t05·pages·in 30 t040% of the total

responses, and ranges from 6 to 10 pages in 30 to' 40 % of the

total.responses. However,>the companies receiving·INVENTION

DISCLOSUREs .havi.nq more than IL pages account for about . 15%.

Most of such companies are ChemicaL companies (in the Chemical

companies 28 % receive. INVENTION. DISCLOSURE having more than 11,"

pages on average (Refer to Q2-3(1». From this result, it is

supposed that the amount of information per I·. case 'isgreate:r: in

the Chemical companies than in the other 'cornpan'Lea v In'

parti.cular, 'in a chemical INVENTION, DISCLOSURE; it', is, possible

that the large' amount, of experimental data' affects' the large

volume of an'INVEN:rION DISCLOSURE.

Next, the survey was made as to what percentage. of

specLf Lcat.Lon-rto be filed. with'<the Pa.tent .Office correspondst'o

the pag.es of. an. INVENTION DISCLOSURE . As a, result, as shown in

Fig ..:S".in general, one.,..thirdof the respondents answered that 30:

to, '.60."%' ofthe ..specification "correspond to <the des.cription in' an':

INVENTION DISCLOSURE. Another one-third of the respondents

answered ..that 60 to 90. % of .the specification correspond to the

description in an INVENTION DISCLOSURE. In other words,

generally speaking, the Patent Function adds. 10 to 70 %of

description. to the' description of an INVENTION DISCLOSURE to

complete the specification. In.'the Chemical companies, ,14 %

corresponds·.to. 90. t.o 100 % of the specification to.befiled.with

the.. Pa·tent Office, and 11 % stated that it corresponds. to less

than 10 %. This shows a great.dispari.ty; In, addition, please

note that in this survey, the description of the INVENTION

DISCLOSURE and that .of the specification .. were:,not qualitatively
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( Lmpr-ovementrOfdesct";iption7 b:t) ame·nClnfenteor imQdi:fit:a:tion:i 'ofT

des"G:tiiptfuon" 'i:n' TNVENT;LONf3 'D'IseLOSU~;E;Yi compared;, Ii but': .quantitativelYi.

compa:tedi,tiY It wdtrldi be ;appreciatedeiif iINvENTION, DISt::LPSURE!

p:tocedhres;'ofieachii meIllberilcompanY:i could,ibe'imprOilTed' 'using"

obtained ifromthis survey (Q2-3(2». "

(2)' PatentFunction~s Efforts for Preparation of a

Speci:ficati:on:

AS, to the time spent by each Patent Staff to prepare

one specification, in'general~in the case ofin'-house filings to

the Patent Office, mOst patent Staff mertlbersin the respondents

(44 %)i'spend2 to3 days. Nineteen percent (19% ) spend 4 to 6

days and 11 % spend 1 'to 2 weeks. On the other' hand , in the case "'"

of using outside attorneys for patent filings, the time to.he

spent by the Patent Staff is drastically decreased, e.g., most

Patent Staff mertlbersinthe respondents (41 %) spend 0.5 to 1

day. Nineteen pezcerrt; (19%) spend less: thanO.5dayan:d 19 %

spend 2to 3 days, This indicates that in the case of using

outside attorneys , for' preparation of patent' speclfications,

heavy reliance is' placed upon the outside·attorneys. In' the

breakdown by industry, in Chemical companies, the percentage

spendiniJl to2 weeks or 3to4weeks is higher than that in

Machinery or Electronics companies, in the case ofin~house'

filingS and alsO in the case of using outsideattot"neys. This is

believed to imply that, iJenerally speaking, chemical

specifications>have 'more "claims and thus more pages per one case

(Refer to Q2--4 r,
Next, in the preparation of· the specification, the time

spent with an Lnverrcoz ·fordiscussions iscoilsidered.· In

general, in the case of in-house filings the responses of less

than 4 hburs occupy 70 % of the total responses. Of these, the

majority of the responses was the response ofl to 2 hoursT27

%).. On the other hand, in the case of using outside attorneys
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for filings, the respons.esoflessthan4.hours occupyB6,/;.

Fllrther;,..thema jorityofthe. responses, was th.e response;of . less.

than 1 hour (40 '/;). In this case, ·.there>isa t.endency tha,ttht;!

time spent with an. inventor for discussions is. decreased.' In; the

breakdown by industry,the' percentage of .4; to . 8 hoursis.;.highe;p

in Chemical companies again than in Machinery or Electronics

companies. It is understood that more time with an inventor for

discussions is used d.n Chemical companies.. In. contrast. tiortihi.s,

in Electronics companies, 71 '/; responded that theYElPeno.lesl>

than Lhour in the cas.e· of usLnq outside attorneys. rt is found

that for review ..of.the technical content, heavy ;r:eliance is

placeo.upoJ;1 the .outside attorneys· (Refer toQ2~5).

In .ao.dition,as to d Ls cuss.Lon.s wi.th Lnvent.oz-s, the

pt;!rc-antage of.communicati.on·by meeting ano..telephoJ;1-aconversatioJ;1;

is higher than that by writing (Q2,..6).

3-2-3.·.. Additional Value/Additionalrnforrnation.

Added to Specification by Patent Function:

The'questionnaire survey. was made as to. what additional

inforrnationis derived from an inventor by cooperation between a

Patent Staff member and an. inventor in the. preparation o.fa

specification (J;l.efer to Q2~7).

As are.sultimore than one-half of the reElpondents

selected the items "Explanation of .Prior.Art and the. Present

Invention" " !'Preft;!rable Scope .of Patent Right . to obtain:';:> and

"Elements /Construction/Function/Operation of:

Inven.tion/Embodiment" . Thirty percent .(30,/;) of therespondt;!nts

selected the item "Proof of Advantages". Twenty percent. (20,/;)

··o,f.;t1:l.Eb,!"espol'lo.ents..selecte.E'h ·tehe ·;;it.-ams·;

"Application/Modification/Improvement oft1:l.e Invention" and

"Relation to> Business".

Thei.tem .consio.ered the most importantinforrnation to

be ext.raccad from an inventor, is described cas follows. As .shown

in Fig. 6, in .all companieS,."Pr.eferable ScoPe of Patent Right",

- 12 -



c"Explanation of Prior AIft"and)etJie cBres.ente)Irnt.ento:koh'" f)Ea,nduI

"Elements / Construction/FunctiQJ:l(Pp§!:t:<l,;tit:lJ1.,LqfZt;,) ..Ii5,i:'!"Ii'.ii .el' f;

Invention/Embodimentl:.,' iare ime'ntionedin.it1i.e'.orde:r;",o'f. priority.

The role of,cthe)'Patent Functiom,is ·,to, seek".I'.What'.·.c;ons,ti.tutes).,..the'

the discldsureofihvehtioh', '. and ,to'provide.I'the ,ma'st, e'ffec;teive ',.,

scope of paterit right or the' s.trongest) .patierrt; right".. ! Thus,,"

these'results.show,what the, Patent Function particularly ,pays

attentiomt.o, dur'ing.the p.rocess., . ,In, o.che.r....words,,·the results,

show the different approach'f.orthe,.same'.aim. In ,the breakdowrt"

by industry, in Chemical companies the ratio of responses

suggeSts that ,the "pI:"$fe'rable.sC:Qpeof patent right"

considered to be themostimporta'nt Lt.em to hearfromi inventors.

It, is considered that .• Chemical companies have. a 'relatively, large'.

number of case's in whi.ch substances or compositions..are the

subject'matterfQr claim drafting and it is easier,in such'cases

to determine the scope of claims since the function of the

invention per seisnot necessarily considered. On the. other

hand, Electronics/Machinery companies showed a,highpercentage of

responses stating that "the detailed constniction/function,of ...the

embodinients"is considered to betheimost important'...item.to hear;;;

from inventors' to enrich the description. It is ·..considered. that'

in these fields mare time is used/to discuss the specific

embodiments of the "invention due to the ..oomp'Lex.irt.y.tof., .tihe.:

construction/funCtion of"modernday 'inventions. Further,,'Yit -may.

be difficult to accuratelygra'sp prior art due to the'.relatively

large 'amount of prior art and. the "preferable s.cope'of patent·

right" will need to be changed in the future. Also, the life

cycle of products and technologies in these, 'fields is relatively

short; considering these factors, it mayrbe-rcons Ldez-ed that in

Machinery/Electronic.companies,a betterunderstanding'o:J; the

detailed ", construction/functioriof· the embodiments" is"the

important .. factor to 'discuss for the prepa.ration,of 'the .. patent

specification.'

- 13 -



3-3. In'casewhere invention is disclosed

at a meeting with R&D Function:

iIt isc quite> difficult, to find" without omission, :all

thEl'invcElntions'generakedin the process of researCh and,

devEllopmentwithoutusinganyElfforts. Therefore, it. is

necessarY'forthe patent Function and .the R&D Function to

collaborate to make a potential inventiontangiblein<order to

file a patent application therefor. Through this<Collaboration·;·

usingjindividual.effortsand, organizationalefforts1 appropriate

and ·ef.fective .patent. f i 1 ingbecomes .possible.

3-3-1. Meetin.gHavingthe Main.purpose of Finding Invcentions:

The survey .results will be ;described, as to coopexat.Lve.

activities between the' Patent Function and·the.R&D·Function, when

a meeting havingthema·in .purpose of finding Lnverrtd.ons

(hereinafter referred to as "Invention Harvesting. Meeting" », ·is

held.

Firstly, as shown in Fig. 7., 44 %.of the t.ot.aL

respondentsa,nswered that Invention Harvesting Mee.tings are held.

In; : particular,82 .%of.Machinerycompanies and 65 % of,'

Electronics ·compan.iesaffirmatively answered. It wasconclu.ded;

that such In.vention Harvesting Meeting is positively heLd.;-. On'

the otherhand,i'only 17%of Chemd.ce.Lvcompan.Lee-vhoLd suchvan..

Invention Harvesting M:eeting. ·Itseems.that suchameeting.is

notaspopular;in Chemical companies ' (Refer toQ3-1).

',Next i t.he . results ·ofthe.de.tailed survey on .t.he

contents of the Invention;Harvesting Meeting will be Lnd.Lce.t.ed.,

In most companies, an Invention Harvesting Meeting 'is

heldonlyby.the'R&DStaff directly. in charge ,.andPatentStaff;

However, some :companies get R&D Staf,f, from related.·fields

involved in the meeting (7%), although ..the number is small. It

is supposed that evaluation of inventions is conducted

- 14 -



cofrsi;dEh:-±ng, comment.e (from )Sucl:D'c:otheri i'R&Jj):i)technicafri s:ec,t1iqns!~:'

Fwrther,v,,:s'ome companies Egeti"o,wtside patent,.!attorn~ys.:iimlOlv.ed

(7%). It is supposed that quality of the spe~i£,tJ~ati:on,.i;s'

intended to be improv.ed by allowing the outside patent attorney

'As ; shown 'in iFigi>8',thenumber:of'attendees /'of the

meetinq,j:s 'usually 3"t06',(67/'%, oftihe:total:) f'." HOwev.erF'as"high

as;10%,of the'respondentis,ariswered, that more, than 9 persOns

attiend 'the' meeting F'arid sOmetimes a<fairlyIarge number of people

jqin!tihe.meeting (Refer' tOQ3-i3) i

( 2) Frequency.ofAttendance/Meeting "Time:

As .. shown' ,in Fig . ·.9 ; the frequency of:Patent' Staf f "S','

at.tendance on av.erageis more than 5 'times!man....year,in61%of

the·respond±ng:companies. In'particw1ar, 26%'of the respondents

answered thatPatentStaff attend more. ethan 10,meetings/man....year.

From thisresultiFit is.recognizedthatmanyPatent Staff,members

in companies joinmeetingsi with itheR&D,:Function :onceev.ery.'l· to'

2 monthsto.positiv.ely,conduct coLl.abo.cat.Lons (Refer ,to,Q3~4).

Further, the av.eragetimeallocated fOr one meeting is

up to 1 day. In moredetailFameetirig of:lessthanone-'-half day

isheld·in 71% of ,the respOnding .cOmpanies and a meeting of

one-half to one day is heldin26%of the responding companie$

(Refer to Q3-5).

(3) Timing,ofMeeting:

Asfortim.i;,ng .of,the meeting, a time .dur.Lnqiperfiozmanoe

of .t.he R&D project is' most : frequent .(65 %land meetings' at the

time when an R&D topic is determined (when R&D Project started),

showed a v.ery ;.lowpercentage (19%), Accordingly, ·,itwas. "found

that there is a tendency that' such meetirigishe1d when the ,

results Qf, the i R&Di(products,etc.,) (are exemplified. based onrtne

progress of the R&D project, that iSiwhen:many inventions are

expected to be generated. In addition, many companies responded

- 15 -



that they ..hold the meeting when needed ,( 61 %). It ·is considered

that the meeting ishe1d when inventions are likely to have been .

made (RefertoQ3-6)

(4) Contents of Meeting:

. In' an Invention::Harvesting .Meeting f.manymaterials

shbwing"aninvention :or.technical contents .are used: .. These

materials ,include a document'describinginventionltechnology'(100

%}.r:reference. mate:r:ials fordesignldrawingsltrialproduc.t, (77,,,% ):,

results of a prior art search (74%)qrthel,i.ke (Refer rto "Q3~7 )."

Then, based on these materials, in the meeting, as shown in Fig.

1 0, the activities mainly conductred vare. R&IDStaf f 'sproposal of

inventivelpatentableideas:(84.%)I.PatentBtaff Cspointiing out of

inventivelpatentableideas· (87 %)'andunderstanding of technical!

cbntEmts"{87 '%) (Ref'erto Q3....s').On .,the other hand,,,,there'were

less,:'responsesansweringthat an R&D.schedu'Te.:report (.35 %)or a

market·:Tesearchreport(l9%)is used.inthe me.etirig: ',It is

oonc Luded«..that :there 'are'nbtso .many rcompan.Lescwhdch make

planning 'of patent filirig .stra,tegies .( e ..g.,internatipnal . filing)

intqeme.eting. Maybe. ;forthisreason,A5 %·'ofthe·r.espondents

Lndf.catied disl>atisfaction wi,ththe materials uaed ,

dunong the.respondentl>, novelty(42'%)andlor inventive

step...(48..%) are discul>sedinthe :meeting. It is, supposed that

filing decision may be made in the meeting.

As a result, as shown in Fig. 11, the percentage of the

number of patent application finally filed fromthe.numberof

inventibns,found.,in·the meeting is lower.tq,an··that to .: the number

of INIlENT.IOllj,:DISCLOSURES,( Refer to Q2--.8 "and Q3-9) .Tn this case ,

inV'ention:extractec!:,is, considered 'ati the .meeting: . Thus, strict,ly

selected:'caseS are.' finally filed as patent applications ., Tt is

supposed ,that. by means •of, an Invention "Harves.tiirrgMeeting the

patent f'ilings' having. improved quality become possible "and .' at ethe:
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same: ':time::4N~as,tefu:bcpa tent,ti:.l:&ngs: .iwhd!ch, me.1lexnl:e.ap.titoiTbus'i:ne~ s

are::decirea:sed.

As an advantage.df ":the,:meeti:ng:.f,rom:the iVii:ewipoint:o::fh:d

the Patent Function, a l:argenumber of the respondents pointed

and:effiCient: and<apprdpri:ate :f.i'ling:deci,Sions by':obtention of

s'l1ffici.ent techniCalinformation:,:( 39 :%){ Further" 1;ohere: were

other: :responses::sll'ch: as.:.u'pgrading:. ofpa;tent: awareness in R&D

Function (26:%),'reduction df .wasteful:Invention·

Disclosure/Patent staff/stime by pre~review; ofpatentabi:li:tyof

proposed.inve"ntions (23%) and preparation .of:betterclaims and

spec.if:ication which correspond to what is:.intendedby,.aninventor

(13 %) (Refer toQ3-10).

On the other hand, as answers for R&D Function's

position, apprdximately 70 % of companies answered :.tha1;o.they

positively or extremely positively hold such .a.meeting (Refer to :

Q3~11). As advant.aqas., timelyfiling ..decision (32%), prevention

of 'missing or overlooking patent filings (26 %).:were mentioned.

The Invention Harvesting Meeting . Ls mainly .Lnt.ended to find

inventions, ,and .ilot.intended·to ..prepare a.:specification.

Therefore, as :.an.advantagefor.tfi.e".cR&D Function ,<only 10 :% of:the.

compan.iesansweredthatthe meeting is advantageous to be able to

skip preparation dfan InventidnDisclosure:(Referto Q3,-,11).

Inadditi6n; the invention:harvesting activities :not

only have advantagesibut a1sohavedisadvantages'suchas'an

increase in workload of the Patent Function (Refer::to.Q3-10).;AS

a reason why the R&D Function is not positive, some companies

answered that Patent Staff and/or R&D Staff have no time and.it

is"troublesometo:be prepared for the meeting (maybe" the same

meaning expressed differently) (Refer to Q3.-11). That: is,

increase inithe.work1oad is meritioned as·the.biggest problem;

However, ab6ut:one~half qfthe companies feel:that:the current

invention harvesting activities . are insufficient (Referto:.Q3-"6) i

and that the materials to be used are insufficient (Refer to
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Q3-T). :FrOm cthese' results ;e :it, cis recognized .thatthec.'awareness

of such meeting's importance is high, with increase :incworldoadc

be:ing'given<definiteattent£onc('Refer to'Q3,..10)'

3-3-"2. lMeet:ing not Having Purposes ofcFi'nding, Invent:ions.:

cAs'shown in/Fig;' 12 ;cPatentc .Staff members, of',67'% cof

the responding companies jOinameeting;ncit. 'hav:irig, "the purposelof·.

f indinginventions{ie. g; 'F ';presentat:iona:bout R&D' "progress, "and c ..

product developmentmeetirig); 'Thus', it is,understoodl·th,at.thec c_

Paten.tStaff members positively participatein:.suchmeet:ings, ito

make an effort tograsptechnic.aLtrendsand ;topoint·outany

inventivecportion-; In particular, in CheIl\ical.coIllpanies,the

rat:io of participation in meetings not havirig the purpose of

find:ing'inventiorisis high (72%), although the percentage of

part:icipationin the Invention Harvesting meetingHis low (Refer,;;c,

tOQ3--13; l4and 15).

Further, the frequency of the Patent.Staf'f'sattendance

is,as 'shown in Fig; 13, 2to ·4times/one mari·,..year 'on, averagec:iri;;

about 50 % of theresponderits arid 5tolO times/one man.".yearon

average' in about', 25· %c .of 'the:r;esponderits. Accordingly,:it ,is;;

recognized thateachPatentStaffattends·suchmeetings.once

every; 2 to 3 months .', .: This means.that Pa,tentcStaffcmembers:attend

some kind of· 'meeting with the 'R&D Ftirrction (including Ill'IlOention

HarvestingIlleeting§).atleast oncecarmont.h , It .can be vconcLuded

that the cooperative activities' between Patent 'F.unction and R&D.

Ftinctionhavegoneverywell

4. CbNCLUSION:

Functions, and-R&D Functions inJapan,itwasgemerallyfound

a Patent,HFunction does' not tonly wait for disclosures .of

invent:ions from an R&D Function to simply treat them -for patent.

fil:irigs',,-but ,'" also positively .organizes cooperative .act:iv:ities
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~rH:niJ;'~,';;~\ J 1;;-:T!

£i"~:Li ?'(jj:]%l({ rlGijn~], :Ii'!'

·,\~ :'Jr'y,"'f' : ;",".-- "",<~ '~~'~,:::j~~qj<tiJnri.}J4"':;':,
':with the R&D Function for compr-eheris i,v~ \p1f!!~Jhlt!~lV:lj,ngs . More

:specifically,the'~ollowing conclus,iOrl~'~~r~!!l~~1:.~i~~d.
(1) Aftier :l:eceipt of an INVENTION m:'SCr;OSURE':from an

'inventor, the Patent Staff makes efforts to~n:t:i~h.~the invention

. .... "+'M 'M.!CiQclJ:'h.~§'P13.9M,i.9;Ci:ti:()!l ther~ f c;>r aIld. t9.,j,mp:r;;R'i:.~~.,~hti.:l§XE:lJ.,.9:r;;... .....•.
:quality of pat.entIilings, by way of a meet.~n9'·:with .the inventor

'or the like.

(2) Patent Staff positively attend Invention'''ifarvesting

Meetings or other meetings .with .the R&D Funct,ion, to make efforts

to better understand the technical contents,and to avoid the

mistaken omission of necessary patent filings.

Accordingly, it was concluded that a Patent Function

conducts organizational collaborations with the R&D Function to

fom 'total patent t'iiing strategie'sby grasping, as a bundle,

inventions' correB'ponding to~ertain products or technologies, in
: :,-,:,<"""';,;,,,,;;,,-;,::~,·:-~:,':;"i.-;--;,'·''-:,';' :" : '.'-""<_,'n ,"".:,':' "', ",,~;.; " . ,"';, ,,', ,'.. ,,' ",. ,'," - -

addition, tc;> c,crllaborations with individual inventors to make each

of the inventions disclosed by INVENTION DISCLOSUREs

compi:ehenE!r~~)' The, fomer case has not penetrated into all the

companies, bJ,1:t a fairly large number of companies, implement such

efforts.

: Therefor~ , it is' considered that in Japanese companies,
: ) ':,:','Y,"/."::::"":.::<\' ," . , '. 'i"-· ";:':::':-:,: .. ' ,,;-

more ,attention has been paid to improvement in quality of pat13nt

filings than that in quantity.

5. APPEN1>IXES:
Appendix 1:

.A.ppeIlgi~ 2:

Appendix

Analyzed Data (Figs. 1 to 13)

Questionnaires Prepared and Distributed By PIPA

JapanE!se Group

,Res~lts of Questionnaire Survey
'" --"'," ','" "'''''" - ,,' ,,',,' ," '''' '., ''''',',--','. ,', ,", -"
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[APPENDIX 2)

QUE S T I' 0 "N NAIR' E 's

the Best Cooperative Activities
and R&D Functions"

a, del'.~tment, section or the like where
conducted:

Chemicals

Others

Electronics

Information of Enterprise:' " .""'
Please identify industry category, of your company (Check One).

MachinerytMetal (TransportationIPower ~lantIMaChinery·,',
EquipmentlMetal Products) , '. ,

'(Electric3l Equipment/Computer/Communication!
Home "Electrical' Appliances/AudiolMeasuringi
Electric Wire(.Electric Parts)
(General cheiuistrY/Orgauic Chemistry/Rubber
and Plastics Ptoducts!Pamts!Petroleum!Petroleum
RefiuinglFiber!Pharmacy/FoodlCosmetics)

(Specify: , )

Definition of Terms:'
c" IllVeritiQI. "m(:lID$ an .inventiori6f a utility model;
"Appijc:atk>n,~: means .a .domesticiapplication for: patent orrutility.tniodel

registration.
"Patent Function" means a department, section or the like where
intellectual properties such" as a patent are handled.

"Patent Staff" means a staff member of Patent Function mainly in charge
of patent ., filings.

II R:&cP' 'FttriciioIi:" .means
aJltl/?r ,,<\eYelopmentiiie

Q2. How many domestic applications were filed by your company in 1991?

Cases

Q3. H9\'{" m!l!lY in Patent

Persons

I.

II.
Ql.

':"1

oA



III. What Woulddd3e.' T1iewiBesL CqoJjerativem,ActiVities'
Between Patent Function .and R&D Functionr.o.»

1. Initial, Stage of the Joint Activities.e-.
01-1. How does R&[),S\aff,Airsti disclose .Invention-vto. Patent, .Staff?

indicate in percentage basedo1.l.i"the !dotal number: ohInve1.l.tions

By Submission of. Invention. Disclosure: %
Not by Submission of Invention Disclosure

Through consulting .: Jor,iinventor:
(e.g., meeting, phone/fax communication) _%
Throughia-ispecific meeting with R&D Staff
(e.g., meeting to find inventions) _%

2. In the case where Invention is first disclosed by Invention Disclosurc:
(The following questions are directed to· cases where Invention is first
disclosed by Invention Disclosure to Patent Staff and then· an 'application
is prepared based on the Invention Disclosure.)

02-1.

(1)

The following 'questions .. ' are directed to contents/information. to be
.: disclosed in Invention .Disclosure.

How does an inventor disclose Invention in Invention Disclosure?
(Check all applicable items.)

Title of Invention
Field of Invention
Summary
Advantages of Invention
Experimental .Data
Brief Description of Drawings
Drawings
Others (Specify,

Claims
Prior Art
Description of . Invention
.Examples/Embodiments

)

(2) Do you think the above information is sufficient or not?

Sufficient Insufficient

02-2/ The following questions are directed to related information to be
disclosed in Invention Disclosure.

(1) What information, other than description' 'as to invention, is
generally, included in Invention Disclosure? (Check all applicable items.)

Related Technical Documents (e.g., description of technology,
design specification)
Product Image/Product Concept
Market Information

- 2 -



Evaluation in R&D Function (e.g., con:u:i:tercial feasibility,
significance, patentability)
Results of Prior Art Search
Schedule of Public Announcement
Relation to Business, (e.g., R&D project plan) :
Schedule, for Communization
Own ,Related Patent Application
Others (Specify: ')

(2) Do you think the above information is sufficient or not?

Sufficient Insufficient

02-3. The following questions are directed to the volume of .each Invention
Disclosure.

(1) How many pages in average does each Invention Disclosure contain?

6tol0 pages2, t05 pages1 page or less
. . 11 pages or more

(2) What percentage, in average, of the description of the 'final patent
specification is derived from Invention.' Disclosure? (If .description of
the invention in Invention Disclosure was'.5: page. long and 'Patent Staff
modified the description, added other description and prepared 20 page
long specification, the answer would be 25%}

Less than 10%
60 to 90%

10 to 30%
90 to 100%

30 to 60%

02-4. After receipt, of Invention Disclosure, how long does Patent Staff
spend time, in average, to. .prepare a patentrapplication? (Including
time for discussion with inventor; 1 day= 8 hours)

patent .attorney:
0.5 to 1 day
1 to 2 . Weeks

2 to 3 days
3 to 4 Weeks

days
Weeks

involved):
2 to 3
3 to 4

outside patent attorney
0.5 to 1 day
1 to 2 Weeks

In the case of using outside
Less than 0.5 day
4 to 6 days
More than 1 month

In the case of In-house filing (no
Less than 0.5 day
4 to 6 days
More than 1 month

(2)

(1)

02-5. How long in average does Patent Staff spend with
discussions, meetings, .telephone call, etc. to prepare
application? (1 Day=8 hours)

an inventor .for
a patent'

(1) In the case of In-house filing:
Less than 1 hour
4 to 8 hours

1 toiZ hours
1 to 2

2to 4 hours
3 'clays or more

- 3 -
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(2) In the case ofhIliing otii$ide"patentiFattomey!
Less than 1 hour _ 1 to 2 hours
4 to 8 hours 1 to 2 days

2 to 4 hours
3 ..days or more

02-6. '. How does Patent Staff cOntact 'an inventor' in the 'process "of'dr'al'ting' ';.
claims and specification? (Check all applicable items. Indicate most

02-7. What.inforrnati~~ .do~s Patent Staff try t~ get from ~in~entorin the
process of drafting claims and specification? (Check major three
items. Indicate most important, item by "XX".)

Explanation of Prior Art and the Present- Invention
Preferable Scope of Patent Right
Elements/Conslruction/Function/Operation of Invention/Embodiment
Proof of Advantages
Application/Modification/Improvemellt of the Invention '
Relation to Business (Relation to Commercial Products', etc.)

Meeting/Interview
Communication 'in Writilig
Others (Specify:

Telephone Conference

)

02-8. What percentage of Invention Disclosures was filed as applications?

o to 20 %
60t080%

20 to 40 %
'80 to 100 %

40 to 60 %

If your answer was YES in 03-1. then go to 03-2, lind if NO. go to 03-13.

03-2. Who attends IH Meeting? (Check' all applicable items.)

03-1. Is the meeting primary for harvestinginventidnsfrom technical
information disclosed by R&D Fu~ction? . (SuchllleetiIlg is hereinafter
referred to as "IH (Invention Harvesting) Meeting".)

NOYES

R&D Staff in charge
R&D Staff in Related Field
Patent Staff
Outside Patent Attorney
Others (e.g., sales representative, executive concerned;

Specify: )

3. III the casewhete> aninvelltion is flfstdisclosed to Patent Staff, or an
invention is found at a specific llleeting with R&D Staff: '.. •.•

The following questions are directed to cases where. Invention is ,fitst
discl~sed to Patent Staff, or. found during a specific meeting between
Patent Staff and R&D Staff; (The cases where Invention is first
'disclosed by Invention Disclosure to Patent Function, are excluded.)

- 4 -



03-3. How many participants, in average" attend IH Meeting?

Persons

03-4. How frequentvdoes each Pate,ntStaff attend IR Meeting in average?

o to 1 {Year
More than 10 {Year

2 to 4 {Year to 10 {Year

03-5. How long, in average, is IH Meeting held each .time?

Less than 0.5 Day 0.5 t6 1 Day More than 1 Day

03-6. The fo1l9~g questions are dire,,,,edt9 tile .:!ircingof IH Meeting.

(1) At which stage of the following is IH Meeting, held?
(Check all applicable items.)

Whe,1l R,&DProject Started
During R&D Project
When R&D Project Completed
Periodically (e.g",. a, .,til", end .of. year)
When Needed (e.g., when invention is or is likely to be found)

(2) Do you think the above timing is sufficient or not?

Sufficient Insufficient

03-7. The following "questions are directed tov.materials used ~t, IR, Meeting,

(1) What materials are used in IH Meeting by whom?
(Check alI applicable items.)

R&D Staff
in' Charge,

Results of Prior Art Search
Document Describing".Technology/
Invellti~Il, ' '
Reference ' Material for
Drawings/Trial Product
R&D Schedule Report
Market Research Report

Related R&I), Patent
Staff Btaff

.'

(2) Do you think the, above materials .are sufficient or not?

Sufficient Insufficient

03-8. What activities are conducted at IH Meeting?
(Check alI applicable items.)

R&D Staff to talk about progress of R&D, project, to propose
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inventive/patentableGdell§ .came up through! the;'; proj""t, etc.
Patent Staff or Others to point out inventive/patentable igJ;!!§'Jc""

.sr: ' ",' .th:rough;presentatioits:;by<;n~&D.Staff'
Patent Staff to understand technology;' developed.vor' beirig: ••
developed
Consideration 'of:: novelty:"

Drafting of
Drafting of
Request of additional experiments
Analysis of third.' parties'<patents/applications
Request of additional drawings.ofe.g.,': flow>charts) ,
Others .. (Specify: ' J.<

Q3-9. What percentage of the inventions disclosed or foiJnd.atdH Meeting
was filed as applications?

~f

o to 20 %
60 to 80%

20 to 40 %
80 to 100 %

40 to 60 %

Q3-10. From the view point of Patent Function, what are advantages and
disadvantages ,of IH Meeting?

(1) , Advantage:
Prevention: ,of, Oversightvof inventions 'or patent, "applicationS'.for
protecting own technology ,
Efficient and appropriate filing decision by obtention of sufficient
technical, .information
Reduction of wasteful", Invention Disclosures/Patent Staff's time
by pre-review of patentability of proposed inventions
Preparation of 'better 'cillims and specification which correspond to
what is intended by an inventor
Upgrading of patent,' awareness', in' 'R&D Function
Quick filing (from conception> tovfiling)
Other (Specify: ); ,

(2) Disadvantage:
Increase, Or, workload in Patent' Function
Others (Specify: )

Q3-11. Do you think R&D Function is positive/active in holding IH Meeting?

Very Positive Positive
Reasons:

Prevention of Oversight of inventions or patent applications for
protecting own technology
Quick filings
Company policy
Able to skip preparation of Invention Disclosure
Timely filing decision
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Not. Positive Conservative

30

Reasons:
Important inventions are automatically .disclosed -to Patent, Function
without holding ..' III' .Meetings, .
Troublesome Preparation for IH Meeting
Patent Staff and/or R&D Staff have no time.

03-12. Do you have an internal. guideline. or, the like to harvest·:inventiol:ls?

03-13. Does Patent Staff join any, other meetings organized by ,R&D FWiction
for the main purposes/ of finding . inventions ,(e.g., presentation "
about R&D progress, meeting about research results of technology
movement, product development meeting, new product announcement!
review meeting)?

YES

YES

NO

NO

The following questions are to': be 'replied by those ",: whO answered YES III

03-13.

03"14. What kind of meetings do you attend?" (e.g.;: presentation, about R&D
progress, meeting about research results of tecbnologyjmovemeut, (,

,.;produCt" development meeting;," new product -announcement/review
meeting)?

(Specify:
)

03-15. ,What activities -are., madev.by l~atent, Staff, in ,such, meetings?

Pointing out' of inventive/patentable ideas,
Understanding of technology-:progress.' "
Others (Specify:

03-16.
year?

)
How often does each "Patent Staff., attendvsuch .• meetings in average per

o to ,1/Year
10 or more/Year

2 to 4/Year 5 to 10/Year

- 7 -
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;; ;3-J:.rnd'; 1;'~[APPENDIX 3)

RESULT ,()J.1d~UES,TIO~, ,SIlRVEY"r , t'1 ')

Q2. How many domestic applications werefi1ed,br'your,c(lmpany in 1;991?

Total (%)
,16
4'9,'
3,4

"Total
70

, '; Ghemicals
28
64

8

Chemicals
36

Electronics
6

12
76

Electronics
17

"W!iSct, WOllcl:d Be The,Be~t:;GP9peratc:i,y:e:iAPit*yi,ti,esx

Between Patent Fun~tion and R&D FUnqtion"

Machinery/Metal
17

Please

~

Machinery/Metal:
1 to 100

101 to'l,OOO 53
1, 001 ozrmore 47

II. Information of Eliterprise:

Q3. How many peopleiare there in Patent Function as Patent Staff?

1 to 10
11 to 30,
31 to 50
51 to 70
71 or more

Machinery/Metal
50

,,24,
12

6
18

Electronics
12

Chemicals
22

Total (%)
24

III. What Would Be The Best Cooperative Activities
Between Patent Function and R&D Function:

(Indicatedin,percentage,by'indus try .bas e,don, thet:otal .numbervof ,replied
Questionnaires (100%»

1. Initial Stage of the Joint Activities,

Q1-1. How does'R&D Staff first disclose 'Invention to Patent Staff?
Please ilidicate in percentage based on the total number of, :IlivefntioliS<;

(100%). '"Invention Dis'closure" means a given form used for R&D ,Staff
,to disclose Invention in writing to Patent,Fuliction.)

- BySubmissioli,of Inventioli Disclosure

.:Machinery /Metal Electronics Chemicals' TO,tal (%')"
a % a a a ,'a

lto 19 % a a 3 1;
20 to 39 % 12 a 8
40 to 59 % 12 a 14 10
60 to 79 % 12 '12 28 20,
80 to 99 % 47 59 33 43

100 % 18 29 14 19
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93
77

.68
84
90
91
67
84
84
68
53
83, '

Total(%)

9
6
o
o

o

Total (%)
16
44

Total (%)
19,

:44,.
'd4",:

o
1

Chemicals

89
69
75
89
83
92
50'
89

. . 89

64
56
69

17
3
o
o

ChemicalS
3

36
17
o
3

,0
o

'ChemicalS
o

36

100

9"
82

100
88
76

100
100

76
53

100

Electronics

"Eledtronics'
47
47

6
o
o

'0
o

, >Electronics
35
59

6
o
o
o
o

Machinery/
Metal

94
76
65
94
94
94
94
94
94
71
59
94

Machi.n.eryIMetal
'29
47

6
o

18
o
o

Machinery/Metal
':'24

:59
18
o

.0
o
o

Through a specific meeting with R&D Staff
(e';g. ,meeting to fi!ldinveritions)

o %
1 to '19 %

20 to '39 %
40 to 59 %
60 to 79 %
80 to 99 %

100 %

o %
1 to 19 %

20 to 39 %
40 to 59 %
60 to 79 %
80 to 99 %

100 %

- Not by Submission of Invention Disclosure
Through consulting for inventor:

(e.g., meeting, phone/£ax ~ommunicatiori)

Q2-l.The"following' 'questi'ons 'are 'directed ';tocontents linformati'On to'be
disclosed in Invention Disclosure.

(1) How does an inventor disclose Invention in Invention Disclosure?
(Check. all applicable Lt ems.)

- 2 -

2. In the' case where :Invention is first disclosed by Invention Disclosure ::
(The :following que's t.Lons are directed to cases where Invention is fi'rst
disclosed by Invention Disclosure to Patent Staff and then an application
is, prepared based· on the Inventiori Disclosure.)

- Title of Invention
- Claims
- Field' 'Of Invention,
- Prior Art
- Problems To Be Solved by Invention
"~MeansforSolvingtheProblems
- Function
- Advantages of Inve!ltion
- Example e] Embcdimerrt s:
- Experimental Data
- Brief Description of Drawings
- Drawings
- Others'

(Summary of Invention, ApplicationSAbstract)

09



?3

~
2
~U~;:C:::t)t~~'!1<~~:i~:~;J~;i~~rmt~~~~~;:r~~i~;:~~~;:~4h~~it~~O))~:)~~~i~~~i,% ) )

- Insuf.f·id:ent.· ).- ).~.. 18 " 18 . 29· ' ....
".'o'jw_,,~. '~.-.'. "'_- __'e'.•O\J.) .."_!, '_' . -',' !-,'.'- ,~",,")',;";

,50 49

12 8 7
18 19 17
94 75 83

59 53 .56
82 56 r- 69
65 50 53

n
82 42 57
59 61 64

&thinery/ Electronics Chemica'lsT6'ta1(%)
Metal

- Relate.dTechl},~ca~1 I!o,<:tJDleHt,\ ')ee
(edH, A",\cript~pn,pf. ,technolpgy,
design specification)

- Product Image/Product Concept 0
- Market Infprmat)ip,! . . 6
- Evaluation in R&D Function 88

(e .$.. ,collll11ercia,lfeasibility,
significance, patentability)

- Results of Prior Art'Search 59
- Schedule :of Public Announcement 82
- Relation )to Business' 47

(e.g., R&D project .pl.an)
- Schedule for Commun.Lz'ation 65
- Own Related Patent Application 76
- Others

(e.g., related contracts, necessity
of joint applications, schedul.e.pf
international filing, period from
compl etd.on of ,.i;l1Y~iIl't,;()n to,
disclosure, evaluation from Patent
Staff)

Q2- 2-.); 'l';iI~,foll ow:ic,!g):qt;!,~J:;ions ",)"",~i,re,c.!;"p to r,el,a,t"d,in.f9.rI'1;\l:tion to be
disclosed in Invention Disclosllre. ))

Q2-3. The following questions are directed to t.hevol}lD1e,of e.achlnvention
Disclosure.

(2) Do you, think the .abcve information is sufficient or not?

Total (%
59
39

Chemicals
50
44

Electronics
76
24

Machinery/Metal
59
41

- Sufficient
- Insufficient

(1) How many pages in average does each Invention Disclosure contain?

Machinery/Metal Electronics Chemicals Total (%k
1 page 0 0 8 .4
2 to 5 47 47 22 34
6 to 10 53 47 33 41

11 or more 0 6 28 16
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(%)

Tota.l (%f
6'

16
33
36<

7

Total
o
6

44
19
1'1

6
1

TOtal (%)
19'
41
19

4
6'"
6
1

Total (%)
23
27
20
11
:F'
o

Chemicals
17 '
25

:22
19
o
o

Chemicals
11
33
14

8
11

'Chemicals'
'11

8
28
33
14

Electronics Chemicals
o 0
o 11

53 33
29 19

6 14
o 11
6 0

Electronics
24
53
24
o
'0
o
6

Electronics
35
29
24
o
6
o

~ 4 -

Electronics
o

18
35
47
o

Machinery/Metal
o
o

i59

6
12
o
o

Machinery/Metal
29
47
24
o
o
o
o

Machinery/Metal
24
29
12

6
o
o

Miichinery/Metal
o

29
41
29

In the case of tn-house filing (no outside patent attorney' :irivOl\Ted')::;c/:

Less than 10%
10 to 30 %
30 to 60 %
60 to 90 %
90 to 100

Less than 0.5 day
0.5 to 1 day
2 to 3 days
4 to 6 days
1 to 2 Weeks
3 to 4 Weeks
More than 1 month

Less than'l hour
1 to 2 hours
2 to 4 hours
4 to 8 hours
1 to 2 days
3 days or more

Less than 0.5 day
0.5 to 1 day

, 2 to 3 days
4 to 6 days
1 to 2 Weeks
3 to 4 Weeks
More t.han 1 monlih

(2) What percentage, inaverage'~f the descriptiO~Of theifina.lpatent
specifi.cation isderi.ved from :Invention Disclosure? (Tf'description of
the invention in Invention Disclosure was 5 page long and Patent'Sta'ff
modified the description, added other description and preparediO')pa'g;e
long specification, the answer would be 25%.)

(2) In the case of using outside patent a'ttorriey:

(1) In the case of In-house filing:

Q2-4. After f~ceipt of Invention Disclosure. how1.~ng;'d6esPa'fenfStaff
spend time, in average, to prepare a patent'applicatian? (Including:
time for discussion with inventor; 1 day~8 hours)'

(1)

Q2-5. How long in average does Patent Staff spend with an inventor for
discussions, meetings, telephone call, etc. to prepare a patent
a pplicatian? FDay=8 hours)



(2) In tne c,case8ofmllsing.',oul:s:Lde.:.p,,;tent"',attorney:
cf~)f.J~: t~,:' ;,_, ";J1J:ic' ?c,",S.

Total (%)
79
77
59;

Chemicals
·72,.

78
64

6
o

Electronics
,88
71
59

'1212
6
o
o

Machinery/Metal··.
82
82
47

(Ma!;!!j:!i~EY/M:~~t~J:gT'!j;::Ili!£t'i'Qg,i:,,~ ;I. c:h"",,; cals C bTQtal; (%)
41 71 25 40Less tnan 1 nour

1 to 2 nours CnC

2 to 4 hourss
4 to 8 hcura...
1 to 2 days
3 days or more

- Meeting/Interview
- Telephone Conference
- Communication in Writing

Q2~6. How does Patent Staff contact an inventor in the process of drafting
claims and specification? (Check alLapplicable items.

Q2-7. What information does Patent Staff try to get from an inventor in the
process of drafting'.cliliins and specification? (Check 'major three
items. Indicate most important item by "XX".)
(TheTnumbersin,the parentheses .. indicate. the.ratioCof .XX.)

Electronics Chemicals Total(%)

76(18) 44(31) 54(24)

71 (12) 39(36) 50(26)
94 (47) 50 ( 6) 63(20)

29 (. 6) 33( 0) 34 ( 3)
12( 6) 8 ( 0) 19 ( 3)

24 ( 0) 14( .0) 17 ( 6)

53(18)
59(24)

41( '6)
12( 6)

18(12)

Machinery /
. Metal
53(18)- Explanation of Prior. Art and the

Present Invention
- Preferable Scope of Patent Right
- Elements/Construction/Functionf'

Operation of InventionfEmbodiment
- Proof "of Advantages
- Application/Modification/

Improvement of'the'Tnvention'
- Relatiotl'to Business

(Relation to Commercial Products,
etc. )

Q2-8. What percentage of Invention Disclosures was filed as applications?
~?

Machinery/Metal Electronics Chemicals Total (%)
o to 20% ··0 0 1

20 to 40 % 0 0 0
40 to 60 % 6 18 0
60 to 80 % 47 41 6
80 to 100 % 41 35 86

3. In the case where an invention is first disclosed to Patent Staff, or an
invention is found at a specific meeting with R&D Staff:

The following questions are directed to cases where Invention is first
disclosed to Patent Staff, or found during a specific meeting between
Patent Staff and R&D Staff. (The cases where Invention is first
disclosed by Invention Disclosure to Patent Function, are excluded.)
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Q3-1. Is the meeting primary for harvesting inventions' .fr om'technical '..\
information disclosed by R&D Function? (Such meeting is hereinafter
referred to 'as'nH (Inventiort,Harve s tingJ' Meeting ~,;)

- YES
- NO

. Machinery/Metal
82
18

Electronics
65
24

Chemicals
17
81

Total .{%}
44,'.
51"

If your answer was YES in 03-1. then go to 03-2, and if NO. go to 03 13.

Q3-2. Who attends,'IH Meeting? (Check all:applicable .. items.)

Q3-3. How,omany pa r t Lcd.parrtsvcLn average, attendJIH M!'etirig?

Total (%)
97

7
'94

7

Chemicals
83

0"
.83

o

'Electronics
'100

9
91

9

Machinery/Metal
100

7
100

7

charge
Related Field

- R&D Staff in
- R&D Staff in
- Patent Staff
- Outside Patent Attorney

Machinery/Metal' Electronics Chemicals Total (%)
2 persons 0 0 0 0
3 to 4 '50' , ''''9' 33 32
5 to 6 36 36 33 35

'7 to 8 14 27 17
9 to 10 7 9 0

11 'or more: 0 9 0

Q3'-4.. How frequent does>each Patent Staff attend IH Meeting.in average?

o to
2 to
5 to
More

1 /Year
4 /Year

10 !Year
than 10 !Year

Machinery/Metal
21
14

.43
21

Electronics
18

.27
27
27

( Chemicals
o

33.
33
33

T.otal
16
23"
35
26

(%)

-,

Q3-5. How long, in average, is IH Meeting held each time?

Machinery/Metal Electronics Chemicals T<>tal ,(I)
Less than 0.5 Day 64 91 50 71

More than 0 0 0 0

.'

36



Q3-6. The following que s t Lons. are"'di'r£ctedb,to,,,,t;he,tilDing',, of!1IWMeeting",

(1) At which stage of the following is IH Meeting held?
(:<:O!>( eheckLa'1ih:ap,pH.cilbil.e, items\")':fsfrhL:":,"

V(

(%)

61.83

Chemical:s

55

Electronics
,18'
73 <n·
36

Machinery/Metal
21
64"
43

5T'

s-

(e'}g .• at
- When(: Neede~ \

(e\g .• when'invention is
or is likely to be Eoimd)

- WhenLR&D PrD~ect Startc~

- During R&D ~toject

- When,R&D Pro~ect Completed

(2) Do you think the above timing is sufficient or not?

- Sufficient'
- Insufficient

Machinery/Metal
64
36

Electronics
27
73

Chemicals
6?
33

Total (%)
52
48

Q3-7. The following questions are directed to materials used at IH Meeting~

(1) What materials are used in IH Meeting by whom?
(Check all applicable items.)

Machinery/Metal Electronics Chemicals Total (%)
- Results of Prior Art Search 93 64 50 74

- R&D Staff in Charge 57 64 50 58
- Related R&D Staff a a a a
- Patent Staff 57 36 a 38

- Document Describing 100 100 100 100
Technology/Invention

- R&D'Staff.in Charge' 100' 91 83 94
- Related R&D Staff 7 a a a
-Patent Staff a 9 a 3

- Reference Material for 93 82 33 77
Design/Drawings/Trial Product*

- R&D Schedule Report* 50 36 a 35
- Market Research Report* 29 18 '0 19

*: To be prepared by R&D Staff in charge

(2) Do you think the above materials. are sufficient'or not?'

- Sufficient
- Insufficient

Machinery/Metal
64
36

Electronics
36
64

Chemicals
67
33

Total (%)
55
45
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Q3-8. What'activities are conducted atIH Meeting?
(Check all applicable items.)

Machinery! Electronics Chemicals Total(%}
Metal

- Proposal of inventive ideas
- Point out of inventive ideas
- Understanding. of technology
- Consideratiorlof novelty
- Consideration of inventive step
- Drafting of rough pat. spec.
- Drafting of pat. spec.
- Drafting of claims
- Request for additional experiments
- Patent analysis
- Request for additional drawings

(e.g., flow charts)

86
93'
36
50
o

50
o

86
o

36

82
91 ..'
82
61>
64
27,
27

9
45
18
45

50
.83
83
17
17
o

33.
17
17
17
o

84
87
87
42
48
10
39

7
58
10
32

Q3-9. What percentage of the inventions disclosed or found at IH Meeting
was filed as applications?

Machinery/Metal Electronics Chemicals Total (%)
0 to 20 % 0, 0 ..p 0

20 to 40 % 7 9 0 7
40 to 60 % 21 27 0 19.
60 to 80 % 50 27 83. 48
80 to 100 % 21 36 17 26

Q3-10.· From the view point of Patent Function, what aI:'e, advantages. and
disadvantages of IH Meeting?

(1) Advantage:

231736

36

, 45

Electronics Chemicals Total(%)

43

14

Machinery/
Metal

57- Prevention of Oversight of
inventions or patent applications

- Efficient and appropriate filing
decision by obtention of sufficient
technical information

- Reduction of wasteful Invention
Disclosures/Patent Staff's time
by pre-review of patentability of

- Preparation of better claims and 14 18 0 1'3
specification which correspond to
what iSiintended .. by an.id.rrverrtor'.
Upgrading of patent awareness in 14 36 33 26
R&D Function

- Quick filing 7 9 0 7
(from conception to filing)

- 8 -



(2) Disadvantaga:

Q3-11. Do you think R&D FurictLon is positivefacti"e in holding IH Meeting?

Total(%)CheDli.calsElectronJ.cs

Electronics CheDli.cals Total(%)

a 50 23,
50 48,

18 33 26

18 a 19
0 a 7
9 a 10

36 67 32
45 a 29

a a

18 0 7

27 0 13

o

7

28

14
29
a

28
14
14

M!ichinery/
Metal

29
43

,¥,<chillery/
M!!tlil

:,57

ability to:draft applications)

InGrease ofcworkload in'
Pa,tent Function

- Others
(e;' g., decrease in R&D, lltaff' s
incentiveu to write Invention

- Very Positive
- Positive
Reasons:

- Prevention of Oversight of
inventions/patent applications

- Quick filings
- Company policy
- Able to skip preparation of

Inv,ention, Disclosure
- Timely filing decision

- Not Positive
- Conservative
Reasons:

- Troublesome Preparation for
Iii: l1eeting

- Patent Staff,' and/ or R&D Staff
have no time.

Q3-i2. Do you have an internal guideline or the like to harvest inventions?

- YES
- NO

Machinery/Metal
29
71

Electronics
36
64

Chemicals
a

100

Total (%)
26
74

Q3-13. Does Patent Staff join any other meetings organized by R&D,Function
for the main purposes of finding inventions (e.g., presentation
about R&D progress, meeting about research results of technology
movement, product development meeting, new product announcement/
review meeting)?

- YES
- NO

Machinery /Metal
53
41

Electronics
71
24

Chemicals
72
19

Total (%)
67
26

The following questions are to be replied by those who answered YES in 03-13.

- 9 -



Q3-16. How often does each Patent Staff attend such meetings in' ave.rage per
yead'

Machinery/Metal Electronics Chemicals Total ( %)
0 to l/Year 44 17 8 17
2 to 4/Year 33 58 50 49'
5 to 10/Year 11 25 31 ·26

10 or more/Year 11 0 12 9

57
83

58
85

75
83

Electronics Chemicals Total(%)

Electronics Chemicals Total(%)

75 92 85
8 0 2

58 15 23
25 0 6

8 27 17

o
o

o

Machinery/
Metal

33
78

Machinery/
Metal

78
o

~ 10 -

- Pointing out of inventive ideas
- Unde r s t.andLng' of technology progress
- Others

(e.g'., checking of the existence of
inventions, explanation of other
companies' patents at issue)

- Presentation about R&D progress
- Meeting about research results

of technology movement
- Product development meeting
- New product announcement/review

meeting
- Others

Q3-15. What activities are made by Patent Staff in such meetings?

Q3-14. What kind of meetings do you attend?
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CHANGES IN UNITED STATES PATENT PRACTICE SINCE OCTOBER, 1991

matters.

d~ty of disclos~re iss~es by the office except in disciplinary and

requirement fora fee in certain cases; 3) eliminate consideration of

Effec1:iv~'M:",f6h l6,19?2, ..the P'fO ·i.mpl.em..nt..ciit~ Jn~6~ antidpat~d and

weil. 4~b~1:"ci 6hapgesJo R~le56., Th" PTO ':iJn..nded th~'r~les of practice

in patent cases to 1) clarify the duty o:E disc16s~re:Eor information

req~ired to be s~bmitted to the office; 2) provide flexible time limits

There have been a number of important changes in United States patent

practice since October, '1992. Important changes have been mad~ in both

case law and in ~att~rs concerning Patent and Trademark Office (PTO)

for
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intetfete.nc.,::proceedings imd>underciotner Hmiited::circilmst;ances;:Jand ;:4)::j ':/c

eliminate ':the s tr ikfng:c&:patent;\appHeatlions::which:.iare improperly..:

executed:' ,

The:"PTO

defineas:niisconduct:.a::failure,ito -compLy with.' the: rules on.i ducyvofi

disclosure., : The rules as adopted .strike··abalance between che.meed of

the PTO to obtain and consider all known relevant Lnf'ormatrLonrpe'rt.a.Lrri.ng:

to patentability before a patent is granted and the desire to avoid or

minimize l.lnne£essarY"ic_omplications~in:' ,the enforcement of:patents-_~_;;:;

Regarding..,the.duty. of'. disclosure:;·37 CFR 1.56. (also known. aso~RulE,.56")

has been clarified. t.o indicate·:that: t.het duty of.v.an: Lnd.Ivddua.L'co disclose:

information is based on the knowl.edge.: ofthat.dndividuaLthat the."

information is material to patentability. Section 1.56(a) has been

amended to .LndLcat.e.. rhat.. if'::all information material to 'the: patentability

of any claim Ls suedvLn. a. patent isc'it:ed:by the. Office or submitted to

the Office. in the .marmer :prescribed by the. Information· DdscLoaur'e'<Ru'Les ,

37 CFRl:.97(b}-(d):·and: I:.:98/the: Office wilL consider . as .satisfied ·the

duty to disclose :to'the' :Office :all :information known toibe niaterial·tn

patentability, as contrasted to the broader duty of candor and good

faith:' Thus, :tne: duty wi:H not be violated: simplybecause."theexaminer

cites a referencE!'''before:'it is submt.tt.edvbyrthe appH'canti. -Sect.Lori

1. 56(b} has' been amended: to make it Clear :that Lnf'o'rmat.Lon iSIlot

materialto paterttability 'ifit'is·· cumulative to either Lrrformat-Lon

a Lreadyof recorddr corrcempor-aneousLy be Lngimade vof record by app'Lfcant . .

- 3 -



RegaX"dingtheduty of disclosuX"e; I have attached heX"eto,asAppendix'A

"Guidelines" ,and, a "Worksheet"'which codify the rule changes concerning

the duty of disclosure and which our office at Caterpillar developed .and.

uses since the rule changes became effective. Please feel free to use it

as you see fit, and I"'wouldbe interested,in,:arty:',C:omments or suggesc Lons

you may have after studying,it'or implementingdton how we might better

use it in our office to make our compliance with the duty of disclosure

easier orjrnqrecproper:

Continuing on to the next ',matter ,one 'of"the>most·,interesting,.and

controversial issues of the past year was the release of a position paper

by the PTO,in which it s t atedvLts pos LtLon.vt.hat; the Last; cHmseof35USC

112>ls', riot app.l.Lcabl.e. in determining'patentability!validity; The last

paragraph' of Section,l12 reads as follows:

An e Lementi-Lnva. claim. for :3, corab Lnatri.on. may: he expressed. as'.' :a means

or step foX" perfonning a specified function without,· the' re,cita1 of

; s t ruc tu:r:e,:J':: :ma:ee;ripl,' or .act.s -in -support.. :thereof::F:,-.;and::, .such: claim's

, -sha-ll:be;' .coris trued: to cover; ,the', corxeapondLngr struc;ture:,iIDaterial,

or'accts'described,ipthe specification and equivalents thereof', '

Ina Lengchy, and detailed statement' issued .December 13, 1991, the PTO

stated that the a '.means", clause in undexgo Lng a

patentability determination is a function of (I) whether Section 112' s

last clauseC'.an<l such "lallllsllhallbe. conatrued to, cover ...") applies

and (H),if so,' how.' It is -the posLt.Lon of the.PTO that the clause. does

not apply."
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'.

The PTO's positio'n' is' in,'cori:filict',with' at,'lea'st 'tw<i'"Federal>C,ircuit

dec.isions1;'LIn '1;""I",al1ash1:; 88S'iF. 2d 1370;' 12' USPQ2d 1908;' (Fed.',

1989.); arid' In re;:;B'ori1l; 910' F';'2d'831,'15 USPQ2d' 1566 ,(Fed. Cir'.';1990)'1;'~;'

The Court' of"Appeals' 'position'; 'as stated ,in Tn ,re';Bbnd, ' is, ;t11'ait, ~'while'

'means;::iHus-functiori' 'limitation may appear to

ofachievirig'the 'di>s ire&'furidtion,,'the' 'stablte ;,,'equi,re'" 'that" ,tti 'be'

'construed to cover the corresponding structure, material, or acts

described in the specification and equivalents thereof'''. In other

words, a claim shouldribtbe 'rejectea'asbeirig overly b'roadvsLmp'ly

because the meanss-p'Ius -flinc,tiori clause is broaderiOtightocover"priOr

art, so Long ras the exemplary' s eruceure, 'material ,or acts described in

the specification and equivalents thereof are not disclosed"irithe prior

art. Inrefusirigtoapply the last 'c.Lauae. of paragraph 6 of', Section 112,

the ,PTO has taken the pOsition that' limitations' irithe,specifi'catlon not

included .Ln 'the claim may ,not· be' relied .uporr to impartpateritabil'ity to

an otherwise. unpatentable ,claim.

A numbe'r.rof schol'arlycommentaries hayeanalyze'dthe conflict between the

PTO and the Federal Circuit over' S'ect'ion 112. however"none 'hlive'been

able to explain away or resolvethecoriflict. Legislative"chanl';e may

ultimatelybe,ln order.

On September 4, 1992, new rulesfOrrecdrding Paterit and Trademark

assignments became effective. These rules were mentioned last year by

John Sinnott, but at that time had only been published for comment. As

enacted, they contain a few slight changes from the proposed rules.

Prior to these new rules, it had been customary, but not obligatory to

- 5 ~



1) th". name o;f rhe partyconv"ying th" Lrrceres t ;

,;!);. ·th,,: name and.saddr'e s s of. th"pa.rty r"",,,iyingthe. int"r"st;

3) 'ctd",s.cription ,ofth" int"rest,conv"ye,ci .or;"transctctionto.; .pe

.recorded; ,

'4) e.ach: appliccttiOI\' number "patentnumb"r; or registrat·iOrl .number

.. ,·,ctgct:ins,t",hichthe, document; ,:i.s; to"h"r"cord"p ,or. anAndication

thatth" document; is filedtogeth"r ",ith"'.patent. application;

5) t.he name and addres s of t.he party to whom., ;corr"spond"nc"

concerning th" r"qu"st to record th" document should b" mailed;

6). th", number of appliCations "patents or r"gistrationsid"ntifi"d

.Ln .th" ,Qpy"rsh""t,ctTld' ;th,,;, ,total f",,;.

7;.), th...,cictt",tlw docum"ntwct·s,,,x.,,cut,,d

8) an indication that th" assign"" of a trad"markctpplicationor

r"gistration who is not ciomicil"d in th" Unit"d Stat"s has

.-}~~~f;,,~gnate4_,a, domes.tLc.. ::repJ:e~_e:nta:t:iv~,,;:-;

- 6 -.



9) a statemerit bJ" the, party l.uDmitdng'the dotuinentvtllat' to" the "best'

of "the, pe,rson' 's knowledge,. and' bel-lef', ,the';,info'ma'td.on: conta,ined:"

T 'on", the ->c6ver;> she'~~t:fi:s:Lt'tue'~,!- ~and::J c'br.rect::\-:ana Jany;,' ctip'ie"g (,submi~t.te:tl;;,

• '," ',are', a 'tttileicopy" 6;f.theo:riginal i docuinent; 'and

10) 'the' stgnature 'of'the party' submitting' the

Sample cover sheets for patents and trademarks are reproduced as Appendix

B andC ,"hereto.

'{

Lastly', 'OrFOctdber '24', 1991'fthe PTO\annOunced ,thit:fraudand inequitable"

conduct issues will be CdnSideredwhe"hip"rbpel:lyraised 'inter partesinJ"

patientr :~irite:rfereTlce cifs:e::s;,.~: The:"':nOtlce reversed 'a> de:c-:U;:L'ori;,'made''- thf:e:'ti'

years'agb,Dut)leaV"esintactthe' polidy·o'frEifusingtocons'i"der fraud and

inequitable conduct at the ~ parte examination stage.

JUDI CIAIJJDEc'I SIONS,":

As'al",,,-)'s ,the 'Count; df; Appeals for the FederalC1J:cuit (CAFC) has been

active over the past year,.

InA C.Aukennan'Co .,vs.R/L.c'Chaides·Cohstruction':Cb·:V '22, USPQ':2d 1321"

(Fed' · Cir.1992,)·, ani en.:b·ahcpanel-b'f'ithe·CAFc' agrt.ed' that'ipl'aintiff's'

delay of six yearsrLn. filing suitaf"terilearning •that iits patient;' was

infringed can create':8Fpre'sumptiono'fila"tches' 'to bar' theihfringement

claim. ,The:'cour't-:,se:t -outiri 'e'x:t'e:nsive' '-de:taTl -the: rules"o'tY-lcitches ,':

equitable es.coppe'L," and. presumptions. How'evEir,>the.·cburt wehtorF to

adopt the so called "bursting bubble" theory, whereby in response to a'

- 7 '



mot Lonifor. summary jUdg",m",nt" a:pl,aintiff can, overcome t11epresumptipn of

latches mer",ly:bypresenting eyidenc:;e that creates a'genuine issu", with

respect tp, any presumed fact. The, courc. stat"',d ,t11at eliminati,pn: of the

presumprton does noc jnean eliminatiPn: of t11e latches ,d",f'<\nse "but:merely

that the facts on d",lay and prejudice must b,e prpv'i',dandjudgedin t11e

cpntext pf the tptality pf the evidence.

In Lpndpn vs Carspn Pirie Scptt & CP., 946 F.2d 1534, 20 USPQ 14,56 (F,,,,d.

Cir. 1991), the CAFC remembered what it, alpng with many pther cpurts and

prll",tJtiqn!'rs, ,had ,s",emed tphay!' ,:i;'q!'gqtten , ,namely fha10th!,: <lpc)::.r ine q:i;'

equiyal":rtt7'inl.irt,inf'ri,ng!"ment act.Lon Ls i,t11e exceptiqn,nPt th!"pll",.

The Gf\F,G,explained,that if ,t11e p)1pliccp1Il",stP belieyethatt11e l"ng)1ag",

pfpat'\nt: c,laimscannev",r pe,relied on, nhen Cl"ims "ill cease tpserve,

their intended purpps!,,(:

A highly contrrover s La l, case is Mprtpn Internatipnal, Inc,.vs Cardinal

Chemical CP" 959 F.2d 948, 22 USPQ2d 1231 (Fed. Cir. 1992). The CAFC

- 8 -



The 'Fedel:aLCirguit:' ~rre.fusa1:~,to,,<;ogs:i.-,kr::t;h"e,:':i!!""ue:s" p,f:"ipy""Udit'y upon 'ai,

finding' ofc,non~,infr,ingement:,has" ,allowed M6rtpf!' ,t6', repeatedly: sue, OIL ":

patents which, 'have "twice been f6und'[,to, be ,invalid by Dis,trict, Courts'.",,'

Car,Clinal, Chel"ipal"Co,."has,filed,an appeal ,with :the, ' Supreme Count; of, the" '

the American

Iritellectuab Property: ,Law. Associai:ipn;;if:"ript,others .'! The. issue

pzes.entied. is' ,whether aft.er. an ,accused patent <infringer has obtained ·from'

the, District Count; .a declaratory 'JuClgellient .that, the asserted., patent, is,

invaliCl,>maythe.,.Federal: Circuit vacate "that"declaratioh as moot solely

because, ,itchas, de.rermLnedc.tihat; ,.the 'patenthas,not"pe"h, "infringed?

The public policy issue has been succinctly stated by Professor Borchard:

Having been forced into court by the patentee who necessarily relied

on the validity of his patent, (the accused infringer) ought!to be

permitted to obtain an adjudication on the fundamental issue of

validity--important for his present and any other products which

approximate the patented device--and not be confined compulsorily

and exclusively to the narrow question whether his present product

infringes, regardless of his desire and demand that the patent be

held invalid.

E. Borchard, Declaratory Judgements 2d Ed. (1941) pp. 802-804.
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Lastly, in Arrhythniia Research Technology Inc. v.' Coranzonix Corp'., 22

USPQ 2d',1033" (Fed; Cir, 1992),>theCAFC held that the use of mathematical

formu];a"or>relationshipsto: describe, the •. electronic structure and

operat.fon of -an apparatus-idees nob make "the claim nonscaturory-uade'r 3'5"

USC lOl,nor does the fact thet.the" Claimed functions could not have been

performed effectively without, the' speed and" capability of electronic

devices andvcomponsrrcsj.. nor' does" the fact that the: final. output" of the

claimed, apparatrusr.eas numerice!. The" fui1damentalquestion to berreso'Lved

is whether; the claims: are" directed to a specific. apparatus of practical:

utility and specified application. The PTO's adherence to this :caseis,

at the least, not clear.

Thank you.

w:\wb\paper
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APPENDIX A

'-Ie; GUi[DELINES~ *:
INFORMATION DISCLOSURE STATEMENT

(IDS)

I~?o. I

wiithdnit:iaLfiliiig (ourpreferr<!d practice. is to file the IDS
at this time)

-or-
wiithin three months of the national filing date

-or-
2,;; wi,thin thre,,:)D9nths of entry into the national stage under

PCT; (our preferred practice is to filetl1e,]:pS when we
enter the national stage)

-or-
3. before the mailing datieio f.r a first U. S.Office'Action on'.

the merits

I. In order to satisfy the duty to disclose all information material to
,,,tihe!Jpatieiitiab1l:ity of:qtheudaim(s): and" :tci.;ha'Ze' s.t(dh:infcirinat:ion
considered by the PTO, an IDS must be filed

II

(whichever occurs last)

is; sUbsequent to. .the initial filing periods specified in II-A but
before the mailing date of either:

a finaL action under: § L 113;
'-:or,~'

a not.Lee of al.Lowance.iunder § L3ll

* REQUIREMENTS *
certHicationindicatingthat:submission is within
three monthsifrom.the·date.ofknowledge and whether
it was from a foreign: counterpart application;

';;-or~

b) fee s.et forth in §:L 17(p)

C. after .tha mailing date of "1th,,r;

1. a final action under § 1.113;
-or-

2. a ,notice ,,0Callowance under § 1 ..311 ~qbut b.efore. paymenc:
of" ;issu~,;(Jee;

* REQUIREMENTS

a) certHication indicating thatsubmissiond:s'wlthin
three months from the date of knowledge and whether
it was from a foreign counterpart application;
-and-

b) petition requesting consideration of IDS;
-and-

c) petition fee set forth in § 1.17(i)(1)
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III. No extension of time under §1.136 is permitted for filing an IDS

IV For submission of references when not permitted under II A-C above

A.submit 'IDS by filing a continuing application if Lssue fee has
not been paid

B. if issue fee has been paid, first withdraw application from
issue under § 1. 313(b) then submitTDSby filing a continuing
application

"1. petition to withdraw should be directed to. the Office of
Petition

2. if a patent number has been assigned, it is preferrable
"that the "Petition to Withdraw" be hand carried to the
Office of Petition

·C. iLa patent has issued, then.areexamination or possibly a
.r.,issue must be filed

V·, Information Disclosure Statement (IDS)

A. general requirements include

1. a listing of all information (items) submitted for
consideration by the PTOby using one or- both' of the
following
a) form "PTO 1449"
b) form "In'formation .of'..Reco.rd: iiFiaO"Parent. Application"

2. a legible copy of all items beLngr-submd t t.ed , except for
a) items; already of record. in. the· subject case or in a

properly identified prior application(s) relied upon
for an earli·.,r;· filing 'date

b) any item(s) that is(are) cumulative to another item
being' submitt.,d.or.alreadyofrecord and a statement
is made that· such" item(-s)is(o.are) cumulative

c) u.S, .pacent. applications
3. a concise explanation of the relevance of any non-English

language items: (indudetranslation' if readily available)
except those noted in a foreign search report
NOTE: a concLsee.scanement; of English 'Language items is

optional

VI·.: ·.; All continuing appLi.cat.Lorisvmust; include'an'TDShavinga listing of

s new
"Worksheet" and the new form entitled "Information of Record in a
Parent .Application" )

/2-..
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VII. Definition of "material t'6:p8.'tiihtiiBJ.J!ity" as defined and used in ~
rule 1. 56

2. giving each term of the claim the Broadest interpretation
possible in view of the specification, ilnd

3. before a~y ~onsideration is given to evidence which may be
submitted·t·oie's:tabltsh patentability

A. information is material to patentability when it is not
cumulative information and it establishes a prima facie ca~a?of

u,;pat~n~ability,oE,a claiIn
iB(iJi? 'iaipriina ifacie,:casi{·of 'unpatenta])ij)rfty;iJsicaStiilbN!shed when" the

. "iJilfoi'matioil'id6n1pelsLacoilci];Usi6il i:that iaCLain1:is 'Unpaterita])];e;
1. under the preponderance of

'i"

/ :;>
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* WORKSHEET *
INFORMATION DISCLOSURE STATEMENT

Sir:,

:ThE!fqllowingillfq'l:1!latiqn is submitted f'o r the, Examiner's
c;onsidE!rationrelative.toolleor: more of the claims in the above identified
appHcatton, (1) (2) (3(4» ,(5)

, § (6 or 7)
§ (8 Or 9):
§ (.10),

RespectrfuLLy submitted,

(Select one or more of the variables below, as needed, for
insertion above in the correspondingly numbered location)

VARIABLES

if not already of record in the subject application

A PTO 1449 form and a copy, if rE!quired, of each item listed thereon
are attached (4).

A concise explanation of the relevance of each non-English language
item, not cited in a foreign search report, is noted below.

is (an)

The undersigned certifies that each item of information listed on
the attached PTO 1449 was cited in a, communication from a foreign
patent office in a counterpart foreign application not more than
three months prior to the filing date of this statement.

A copy of a foreign search report is included to explain the
rE!lE!vancE! of thE! non-English citation(s) cited thE!rE!in.

The disclosurE!(s) of thE! rE!fE!rencE!(s)
substantivE!ly cumulativE! to thE! rE!fE!rE!nce

0 l.

0 2.

0 3.

0 4.

0 5.

0 6.

o 7. The undersigned certifies that no item of information contained in
this Information Disclosure Statement was cited in a communication

a
or, to the knowledge of the undersigned having made a
reasonable inquiry, was known to any individual having a duty to
disclose more than three months prior to the filing date of this
statement.

IY
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§ 1.17 SUlllllliill...."Old. ISd.

[cIA supplemental oath or declll.n
meeting the requirements of 11.63:Di·i

c

also be filed if the application wa~
"altered after the oath or declaratioii"
'signed or if the oath or declarati'o'ri'/
signed:

(1) In blank:
(2) Without review thereof by the

_.. ,~",p~rsqn"m1!lJs!J;lg,~P~ ...q~ID" ~!,,~,~~I~.!~,~g~.::;;;,:~ ..:;;;,~:;.,,;;,;~,,~
. or

" (3) Without review 01 the
, . specification. including the claims.

required by 11.83(b)(1).
9. Section 1m I. revised to read a..

lollows:

I 1.17 F1lIng of in_liond_
.tIItement,

(a) In order to have infonnation
considered by the Office during the
pendency of a palenl application. 8C

information diacloiure ststemenl in
compliance with I t.98 should be fih
accordance with this section.

(b) An information disclosure
statement shall be considered by the
Office if filed: .

(1) Within three montha of the Iilir
dale of a national application:

(2) Within threeIIIDDtha of the dat
entry 01 the natioDalatage as sel fo~
1 1.491 In an inlernational applicatio
or

(3) Belore the mailing dale of a fin
Ornce action on the merit.s.
whichever event occuralalL

[c] An infonnation disclosure
stalemenlshall be considered by Ihe
Office if filed after the period specifi
in parsgraph (bl of this aection. but
belore the mailing dale 01 either:

(1) A final action under 11.113 or
(2) A notice of allowance under

11,311.
whichever occurs fint. provided the
statement il accompanied by eilher 'f
certification al lpecifiedin paragrap
(3) of this seclion or the lee set lorth
11Vlp).

(d) An information disclosure
statement shall be considered by the
Office if filed alter the mailing datec
either:

(1) A final action under 11.113 or
(2) A notice of allowance under

11.311.
whichever occurs fint. but before
paymenl 01 the issue fee. provided th
9tatement il accompanied by:

(i) A certification as specified in
paragraph Ie) of this section.

(ii) A petition requesling
consideration of theinformation
disclosure .tatement. and

(b)' ••
{3j Acknowledgei the duty to disclose

to the Office allinfonnation known to
the person to be metertal to
patentsbility a, defined in 11.56.

(d) In any ccntinuation-in-part
application filed under the conditions
specified in 35 U,S,C. 120 which
discloses and claims subject matter in
addition to that disclosed in the prior
copendiag application. the oath or
declaration mUlt also state that the '
person making the oath or declaration
acknowledges the duty to disclose to the
Ornce all infonnalion known 10 the
penon to be material to patentability as
defined in 11.58. which became
avsilable between the filing dale of the
prior applica tion and thenational or
PCT International filing date of the
continuatten-In-pert application.

8. Section 1.87 Is amended by adding a
new paragraph (c) to read as follows:

O) Opposing an arswnentoL"''''i:L.,,:
unpatenlability relied on by the Offlce,
or

(ii) A... erting an argwnenl 01·.
patentability.

A prima facie cale of unpatentabiHty. is
e!labiished when the inlonnalion
compels a conclusion thata claim-is
unpatentable under the preponderance
of evidence. bunlen-of-prcof standard.
g.ivirtg,l!~r;:~,~.l!~~~l!"c~lIi~,itl,,:

'O":~'bro8de.t reasonable constroCtion"-'
consistent with the specification. and
before any consideration is given to
evidence which may be submnted in an
sllempt to eatablish a conlrary

'i. conclusion 01 patentability.
(c) individuals associated with the

filing or prosecution of a patent
application withi:1 the meenmg cf this
section are:

(I) Each inventor named in the
spplicalion:

(2) Each allomey or agent who
prepares or prosecutes the application:
and

(3) Every other person who 15
substantively involved in the
preparation Or prosecution of the
application and who is associated with
the inventor. with the assignee or with
anyone 10 wbom there is an obligation
to assisntha application. ,

(dl individuals other than the
sllomey. agenl or invenlor may comply
with thiaaBetion by disclosing
information to the attorney. agenL or
inventor.

7. Section 1.63. paragraphs (b)(3) and
(d) are revised to read as lollows:

I 1.83 Oath or declarallOn.

;2;20~'"

I usa Duty 10_IntClmlllllon
matertaII to ,....,tIIt ..".

(s) Apatenl by its very natureis
affected with a public interest, The:".":i'
publie intereatia belt .erved.and'lh'e:':

,,,·most effective patent examination
occurs when. at the time-an applicaticn
i,abeingexamined. the Office ta aware
of and evaluates the teachings of all-:
infonnation material to patentability.
Each individual associated with the",

·",mingand prosecution ofa patent
FLspplication hal a dUlyofcandorar.d -.
, good faith in dealing with the Ornce",

which includes a duty to.dlsclose.to the
Offlee sll infonnalion known 10thS\',
individual 10 be malerialto paten,la~llity

as defined in this sectlon. The dulY;IR
disclole information existl with re'spect
to each pending claim until the claim is
cancelled or withdrawn from
consideration. or the application
become. abandoned. Information
malerialto the patenlabllity of a claim
that Is cancelled or withdrawn from
consideralion need nol be submitted if
the information is net material to the
patentability of any claim femalIlirig
under consideration in the application,
There is no duty tl) submit information
which is nol material to the
patentahility of any existing claim. The
doty 10disclose all infonnation known
to be malerialto patentahility is deemed
to be .atisfied if all information known
to be material 10 palentability of any
claim issued in a palenl waa ciled by the
Offlce or submitted to the Offlce in the

, manner prescribed by If 1.97(bHd) and
1.98. However. no patent will be granted

'on an appiicatioain connection with
which fraud on the·Office wal practiced
or attempted Of the duty of disclosure
was violated through bad faith or
intentional misconduct The Olilce
encourage5 applieants to carefully
examine:

(1) prior ert cited in search reports' of
d foreign patent office in a counterpart
apphcanon, and

\21 the closest information over which
mdtvtduals associated with the filing-or
prosecuuon of a patent application
believe any pending claim patentably
defines. 10 make sure that any material
Information contained therein is
disclosed to the Office,

(b] Under this section. information is
material to patentability when it is not
c. ..mulative to iniont1ation already of
record or being made of record in the
appiicatton, and

(lIlt establishes. by itself or in
combination with other information. a
prima facie caseef unpatentability of a
claim: or

(z) It refutel. or is inconsistent with. 8

position the applicant takes in:
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publication. or other information listed 1 1.291 Protolla by tho puIlIlc againII
that ia not in the English lenguage. The poncIInv appllca_
concise explanation may be either (a) Protests by 8 member of the public
separate from the specification or against pending applications will be
incorporated therein. referred to the examiner having charge

[b) Each U.S. patent listed in an 01 the subject matter involved. A protest
infnrmatien disclosure statement shaH 'specifically identifying the application
be identified by patentee. patenl number to which the protest I. directed will be
and issue date. Each foreign patent or entered in the application file if: .
puhliahed foreign patent application (1) The proteet ts timely lubmitted:
shall be Identified by the country or and . -
patent office which issued the patent or (2) The protest is either served upen
published the application. an the applicant in accordance with' 1.248.
appropriate document number. and the or filed with the Office in duplicate in
publication date indicated on the patent ,-, the. e:,~ent, service is not pOSlible.
or published application-Each ,.. ~t~s,ts, raisiJ:18 Iraud or other
publication shall be identified by author ", iIlequitable conduct issue. will be
(il any). title. relevant page. 01 the e~tered in the application file. generally
publication. date and place of wtthout comment on thole issues.
publication. 'Protest. which do not adequately

(el When the disclosures oftwoor . identify a pending patent application
more patents or publications listed in an will be disposed of and will not be
information disclosure statementare considered by the Offic:e. '
substantively cumulative. a copy of one
0'( the patents or publication! maybe lclA member ofthe public filing.•
submitted wuhcut copies of the other pretest in an application under
patents or publications provided that a paragraph (a) of this sectionwiU not
statement i. made that these other receive any communicatiOI1l from ,the
patents or publications are cumulative. Office relating to the proleaL other than
Ifa written Engli.h·language tran.lation the retum of a .elf·addre.aed postcard
of a non·Engllsh language document. or which the member of the public may
portion thereol. iswitbiD the po.....ion. include with the protelt In order 10
CUltody or control of. or la readily , : receive an acknowledgment hy the
available 10any individual de.ignated Office that the protest hal baeD

'in 11.5ll(c~a copy of the tnmllation received. The Office may CQIIlIDUIlicate
shall accompany the ltateJllenL ' with the applicanl ",gardiDs any prot.lt

(d) A copy of any patenL publication .and may require the applicant to .
or other information lilted in an .. respond to specific queationa raised by
information diaclolurestatemenl ia not .the protelL In the absence of a reque.t
required to be provided illt wa. by the Office. an applicant hal no duty

to. and need DoLrespond to • prol....
previoully cited by or .ubmitted 10 the The limited involvement of the member
Office in a prior applicaticn, provided
that the prior application is properly 01 the public filing a protelt pursuant to
identified in the statement and relied paragraph (a) 01 thia s~ction enda with

. the ming of thepretest, and no further

.up'on for.an earlier filingdate under 35 submission on behalf of the protestor
U.S.C.l20. wiU be considered unle.. IUch
I 1." [Removed) submission raises new issue. which

could not have been earlier presented,
11. Section 1.99la removed and 15. Section 1.313.paragraph (b). i.

reserved, 0-
revised to read 8. follows:

12. Seclion 1.175. paragraph (a)(7). ia
revised to read a. Icllowe: 11.313 W1thdoa.a1 trom-'

(iii) The petition lee set forth In
§ 1.17(i)(1).

(e) A certification under this section
must state either:

(I) That each item of inIonnation
contained in the inionnation disclosure
statement was cited in a communication
from a foreign patent office in 8

counterpart foreign application not more
than three months prior to the filing 01
the statement. or

(Zl That no item 01 informalion
contained in the inIonnation disclosure
statement was cited in a communication
from a foreign patent office in a
counterpart foreign application or,to'the
knowledge 01 the person ligning the
certification after making reasonable
in,quiry, was known to any individual
designated in § 1.S8{c) more than three
months prior to the ming of the
.tatement. .

[f] No extensionl 01 lime lor filing an
in!onnauon disclosure statement are
permllted under' 1.138. If a bona fide
attempt i. made to comply witb , 1.98.
but pan of the required content i. ..
inadvertently omitted. additional time
may be given to enable lull compliance.

(g) An information disclo.ure
.tlltement filed in accordance with this
lection Ihallllot be co...trued u iI
representation that a search hu been
made.

(h) The fUiDg of an lDformatlon
diacloaare ltalelll8llt lball not be
conatrued 10 be an admlaaion thaI the
information cited In tba ltatemenlla. or
la COII8idered 10be. ....tariallo
patentabl1ity u defined in , 1.s6(b).

(i) information dioclOIUnl llatement..
filed before the grant of a patent, which
do not comply with thil lection and
§ 1.911 wiU be placed in the file. but will
not. be conaidered by the Office.

10. Section 1.911 Is revised 10 read as
follows:

11.98 Content 01 Informatlon-......18-.,
(a) Any informetion discloeure

statement filed under' 1.97 .haU
include:

(I) A Uat 01 all patents. publications.
or other infonnation submitted for
conlideralion by the Office:

(Z)A legible copy 01:
(i) Each U.S. and loreign patent
(ii) Each publication or that portion

which ceueed it to be listed: and
[iiiJ All other informetion or that

portion which caused it to be listed.
ex :ept that no copy of a U.il. patent
application need be included: and

(3) A coneise expianalion of the
relevenee. al it II prelentiy undentood
by the iDdividuai delignated In 11.5ll(c)
meet knowledgeable ebout the content
01 the information. of each palenL

§ 1.175 R_ oath or__lion.

(8) ." ii.

(7) Acknowledging the duty to
disclose to the Office ell information
known to epplicantl to bemateri.1 to
patentability as defined in 11.511.

11.193 [~

13. Section t.1113(c) II removed and
reserved.

14. Section 1.291.paragrapha (aJ and
(c). are reVIsed to reed uloUowa:

/2'

from for any reason
(IJ A mistake on the part
(Z) A violation 01 § 1.56 or illegality in

the application:
(3) Unpatentability of one or more

claims:
(flFor interference: or
(5) For abendonment to permit

conaideratioD of an informatioa
diaclolure llatemenl UDder11.97 In a
contlnuing applicatioD,
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A. Back
i

Secli . 1021c) of the Marine
Protee en. Research. and Sanctuaries
'Act 0 1972. 31 amended. 33 U.S.C.14C
et se . ("the Act"). gives the

.• A nistrator of EPA the authority 10
des nate sites wbere ocean dumping
m be permitted. On December 23.
1 the AdmInlst:retor delegated the
. thority to designate ocean dumping
tes to the Regional Administrator of

(c) •

(10) l<.nowingly violating or causing 10
be violated the requiremenlloffl.56 or
§ 1.555 of this subchapter, .

(ll) Knowingly filing or causiOgtobe
filed an application containing any
material alteration made in the
application papers after the signing of
the accompanying oath or declaration
without idenlilying the elteranon at the
time of filing the application papers ...

ra Section 10.23. paragraphs (cj(lD)
and (c){11) are revised to read as
follows:

17.The authority citation for part 10
continue. to read 88 follows:

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35
u.s.c, 6. 31. 32. 41.

PART lG-REPRES£NTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFACE

16.Section 1.55511reviaed'torlfad'j,' -,",.,,' i::timulativelo irifotrriitiorfofreco'rd'''of~~''~''~'''' "Daled:-liriury ~,1~' ,
follows: . being made "fltlCO~..1n the,: Harry F. Maobod<.lr.
§ (555 InfonnatlonrnatertMto reexainina~os::ap~~~~~"a)nd "" _ ASStstant&-cT'f!raryan~Comm/ssionerof
pIItet., 7..-, In ....~i~ __ . ,,(1) lt is a Pllte!'lt<?_~,p'rint~~p~~H~~tiCJn "". Patentsa~d Tl'CJrkm~r:~: ',"" i

(a) A patenl by its very nahiieiS . 'hat eitablishes. by its.lforiri:-;· ceo IFR Doc.9'l-IOMFiled 1"1&C92: 8;45 ami
affected with a public intere'sLTh~",: co~bin~tionl'lith other p~tentl ~r ~ ,.~ ,-" e.UJHQ COOl. )l1~t'"

public interest is best served, and the pnnted publleatlona. a pnma fac,e case
most effective reexamina,honoccurs of unpatentability of a claim: or
when. at the time a reexamination (2l Hrelutes. or is Inconsistent with. a E~IRON"'ENTAL PROTECTION
proceeding ia being-conducted."the ""-,-",,,-,~--_position'the patfmtowner,~,f!l~e~ irF",. ..,A Hey ,"',.... '...·..'·..·,..•........1""'" ,.,.grnce is .~a.!:O...ot.nde;v,aluat.e.,the,_,,~_,{i)..OpPO.sing.an.argWnent,of;',~,~,~~.~, ..\ .."."" ... ".,,~,~...... ....""""""",..."

•••.• " leachings of allinlormation material to unpatentability relied on by the Or:'ce. 40 u_

:;: patentability in a reexamination or
proceeding. Each individual associated (Ii) Asserting en argument of
WIth the p.tenl owner m. . .patentability
reexaminatlen proceeding has • duty of . .• . .
candor and good faith iii de.ling With A pnm. faCIecase of unpatenlab.bty of
the Office. which llicludes • duty to a claim pending 10 .•• reexsmtnauoa
discloee te the Office all information proceedmg II est.blished when.;lhe.
known to th.t indiv1dualto be material information compel. a conclustonthat.a,
to patentability in a reexamination. . claim is unpatentabl~ under the.
proceeding. The individu.l.who h.vea preponderance of evidence. burden-of-
duty to disclose to the Office ell proof atandard, giving eech term in the
information known to them to be claim its broadeat reasenable
malerialto p.tentability in • construction conalstent with the
reexamination proceeding are the patent specification. and before any
owner. each attorney or ageht who _:,>,'j comuderation. i8 gtvan to evidence which
represeats the patent owner. and every' may b~ .ubDlltted In an alle~plto
other individual who it sub.tantively'· estabbsh a contrary conclUSIonof
involved on behaIl of the petent owner patentability.
in a reexamination proceeding. The duty· (c) The re.ponalbillty for'compliance
to di.cloae the informatinn exitta with with this section reab upon the
respect to each claim pending in the individuals de.ignated in paraJ!l'8ph (a)
reexamination proceeding until the of thI. section and no evaluation will be
claim i. cancelled.lnlormation material made by the Olficelli the reexllmination
to the patentability nf. cancelled claim proceeding .. to compUance with this
need not be submitted if the information section.1f questlona of compliance with
is oot material to patentability of any this section are discovered during •
claim remaining under conaideration in reexamination, proceecimg. they .¥o'i_~~. be <

the reexamination proceeding. The.duty., noted as unresolved questiona in.. ,-,
to disclose all information known to be accordance with f 1.552(c).
material 10 patentability in a
reexamination proceeding ia deemed to
be ""tisned iI all informetion known to
be material 10 patentability of any claim'
in the patent after issuance of the
reexamination certificate was cited by
'he Office or submitted to the Office in
an information disclosure statement.
However. the duties of candor. good
Faith. and disclosure have Dol been
complied with if any fraud on theOffiee
was practiced or attempted or the duty
of disclosure was violated through bad
faith or uuentional misconduct by. or on § 10.23 Ulaconduct.
behalf of. the patent owner in the
reexamination proceeding. Any
information disclosure statement must
be Iiled With the items listed in f 1.9B(a)
as applied to individuals associated
with the patent owner ina
reexamination proceeding. and should
be filed within two month. of the date of
the order for reexamination. or as soon
thereafter al possible.

(b) Under this section. information is
material to patentability in a
reexamination proeeedin8 when it is not

IC!
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This docunent: report's on etl1epatent nanagenent wit.l11n .. a
corporation as well as how the system of multiple claims and the
national priority institution areut.LlIzed at the time .orpatent
application for mutually related multiple Invent lons."

We have arranged various points required for patent- .
management. by classifying them according to each particular time
perl od including the time of notification by an'<Inverrtor ;'the

. time of preparation for patent application, the time before one
year has lapsed after an application is filed, et¢.;)vhile
putting in order how to utilize the related systems' and . ....
institutions. In additiOl1~ the policy and the conditions of

patent management sttuat.ion are.. presentedhere in a unified
manner through the gatheringpflnf?rmation from corporations by
the questionnaire method and looking into the Publicatiollof
Patent~PP:J.iCa.tlon.
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1. Introduction

.... gO.1Ilt~fPr Man,all"eIIl~nt ofFi1Jn~ x~ren1;>1ppll~.lltions f'or ReIat.ed
. Invennons and Forms of PafentAppllcatlons '1'

SituationManageDlenJ Po.lIcy aQQ, .AC1;\lal UP.llZIl

1. Introduction

In Japan. regarding the patent application for multiple related
Iuvent Ions •• rhe.~cop~ qf the claim to be decl~red ." in a singlepliltent
application was expanded in 1988 by a substantial amendinent to' the law
(to be called the "Improved .System of Multiple Claims"). Similarly.
th~r~was a,reform in the.sys1;em/i llstitutionimplemented by the
amen'diD!mt of the law in 1985. This led to the establishment of the
Nattonalr'Pr.tor.i ty Institution effecting the argument that the patent
application claiming the priority right shall.be ll"rantedfor a ,period
not exceeding one year from the date of the original patent .
application in Japan.

We tried presenting the features of the above system/ institution
in a unified manner and examining the policy, management organization;
.and Illanall"e!p~nt(utilization.vts-e-vts how each corporation is going to
manage the related inventions. .

Further •. we have recently cqnducted a survey to analyze the
actual situation on utilizing the above systems/institutions.

We wish to introduce the above results to PIPA members. We hope
that the above results will contribute to the further improvement in
patent·managementateachcorpOration in the future.

We exaIIllned~ow to manage the relat~dinventions through looking
into 'management 'and the patent applieationtechniques at each
partipulartime according. to, the classification by different .perIods
of time including the time of proposing the invention. the time of
patent application for'the'inVention, the time before one year has
lapsed after an appllcationisJiled. etc .. In the meantime. the
survey on the actual situation was conducted by addressing a
questionnaire to the PIPA member corporations and analyzing the patent
applications sampled according to the respective technological field.
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2. Points on Administration of Applications of Related

Invention and Application Modes

This item describes points on patep.t ~dministration

regarding Multiple Claim System (accurately called as Improved

Multiple Claim System) and Na.tionalPriorHy Institution in Japan

to inclusively obtain patents of related inventions which have

been proposed by the inventors coincidently or with time lapse,

and modes of application for effectively utilizing these systems.

2-I.CClIllparison ofSyst~s between· Japanan.d ·theU~i.ted States

As an introduction of this item, a summary of the

legisla,ti()n .of. Japan will be ·de§crib"lq, by brief.l.Y .. c()mparing

inclusive protection. institutions for related. inventions between

Japan and United States.

..

Invention

Plural claims having. different subje.ctmatters are

permissible insofar as they are in compli~nce with the

provisipn of Article. 37 (seenote).T~e scppe of Unity

of Inventionprbvided in Article 37is evaluated as

being identical to or broader ..than scope of Unity of

I~V"~I1:t:~?I1:~J)r<;>y~O,~O, in RUle PCT.

Plural claims having thesubstantial.l.ysamesubject

matter are permissible at all times.

Claims of "apPa,rat.us Bfor producing material·A" and

"method for producing material A using apparatus B"

2)

EX:

(1) Unity of

[Japan]

1 )

3) The style of description of claims (independent style,

dependent style and Markush style) is not relied on the

judgment as to whether the subject matter of the

invention is identical or different.



application.

[the United states]

1) An application claiming two or more indepe!1cient and

d Ls.t.Lnct; inventions shall.be subjected to a Restriction

RequLrement.

a

::0 },Ai)JOI !NQ!1:TcQ!l!pJ,,i;s!1c:~)~,i;tI:t:J)rt~l'1gii::t"JE3q~,i;l:';E3!l!E3!1q : <:If Unity of

Inv'?I1ti,Q!1J){ L,s:L){ai),gl:';())IlI'l.<t:)~q:r) rg)j~c:H,<:>!t){{ but is not a

ground for Opposition to granted claims or Invalidity

jQfbiPi'ltEl!1tu. :)~l'1'?s) fQl:';mgl:';.:!:gr,o~l1d fgl:';"l:';,?jeqt!on can be

overcome by the amendment of deleting claims of the

invention~h,i;c:hdoes, ngt·cqmplywj,sth:tl:t:e requirement of

2) At least the categories of inventions as set forth in

37 CFR 1.141 comply with the reqllire!l!gnt of Unity of

.Tnverrt.Lcn ,

3) An application which does not; .compLy with the

reqUirement of Unity of I!1vention shall be SUbjected to

a Restric.tion Requirement. However , the Restriction

Requirement can be overcome by amending claims or

filing a divisional application. Even if the

Restriction Requirement has not been made in the

pJ:;Qceedings, a patent shall not be invalidated on the

basis of the non-requirement of Restriction.

(Note) The scope of Unity of Invention mam Lyicovexa vnhe

: following matters 0

i) Inventions having the same field to be applied

and,the,sameproblem to. be overcome

ii). Inventions having t.he same field to be applied

and tlJ.e same main construction



iii) Product/'and Method for producing the Product or

Apparatus for producing the Product

iv) Product and Manner of using theProdtict

'IT.) Method. and Apparatus of LmpLementi.tnq-t.he Method

(2) National Priority Institution of Japan and eIP System of the

United States

[National Priority Institution]

1) Comp'Letie Identity of Applicant is required between a

prior application and an application' 'Claiming an

national priority right to the prior application.

2) The application claiming thenat:Lonal priority right is

required to be filed. within one year 'from the filing

date on which the prior application pending in the

proceedings was filed, and the priority'r,ight( 'of an

invention whose priority right has been already claimed

is inhibited fI'ombeing further' claimed.

a prior

permitted

that the

the prior

is required between

appl.ic,at.io:n. therefor.

An ·'invention 'whos.e priorityrighthas.been.

shallibe (examined under thecon.dition.

. (invention was ( fi·led -on the 'Jiling dat.e ·of

application.

3)

[eTP System]

1) Identity of Inventorship

and

2) No restriction. is imposed.on.;'thefilin.g term and filing

number of the eIP application insofar as the prior

application is pending ,in the proceedings.

3) An invention which is newly added to the prior

application in a eIP application proceeding shall be



'iregarded'as 'iJ5eing;: flled'iol1'thehf:iJl'i'ilgI data:b:ficthe ,ttl>
. application.

\[dornpa,r.i son '·;J5etwe'enc Dothsys,tems'J '

Both oftheLNat:iona;l' Prior:ity Institution;andCCthEFCIP ·SYlftem

serve as means for supplementing a prior application with a

implemented after the prior application was; filed. However';ubbth

of t.he systetns are'tnainly different in the' following ,pointsFT.J{at

is, the national prior:ity right in the National'· pr.iority

Institution has sUDstantiallythe:same/content as<the<priority

right of paris Convention,ahdthus the terniof 'claim/for the

priority right and the·nUfuber thereof are 'restricted . Oh the

other hand, 'the eIP System has a possibility that a CIP

application could beefiled at aLl, times and at any nUfuber>In

addition, the identity of applicant is requ:ired for· an

application claiming an national priority right while the

ideiltityof iilvehtorshipis required<fora CIP applicatioh.

(3) Others

[Fees]

In Japan, an independentt:laim and a dependent cLa'Lm ar.e

charged at the s.ame rate. A filing feeisf:ixed toa cons.t.antr-one

irrespective of the nUfuber of claims. However ,each 'of a

substantiveexaminatibn fee and an annual feefortnaintaihing'a

patent in force is the total feeof·a basic fee ,and a surcharge

which is proportional to;:thenUfuber of. claims. Therefore, an

applicant in Japan tends to reduce the number of claims.

In the United Statesjan independent claim and a dependent

claim are charged at different rates. A filihgfeeand an issuing

fee are not necessarily proportional to the nUfuber of claims, so

that it is best to prepare:indE!pendE!nt and dependent. claims as

many as possible to the extent that both fees for the claims are

unvaried.



2-2. Points· on Pate.nt.: Administ;r:ation of 1\pplications for Related

Inventions

This item considers the points on patent administration for

effectively utilizing Multiple Claim System and National Priority

:J;nstitu.tion"serving as Protection System:(or r.elatedinventions.

For utilization of Multiple Claim System and National

I?riority Institution, there are various points on patent

agministration as to how to induce or supplement new inventions

or embodiments relevant to a .proposed invention (invention

concezned.)., how to estimate technical and patent values of these

Lnvent.Lons .andflmPoct,i.ml3!nts ';lndwhat role ahouLdibe played by

'li;taff5 inpatent andrLrrvention~development departments, etc.

These points will be hereunder described mainly with

:'Agministration Matrix for Multiple Claim. System. and. National

Priority Ins.titution " .

( 1 ) Way of viewing Administration . Matrix ofi. Multiple Claim

System and National Priority Institution

The ordinate of this matrix represents a patent

administration process from a creating step of an inventionti:ll

an agministration.step',of a patent, ,. andrt.hd s process.isdivided

intoei:ght steps. On the: abscissa of tl'lismatrix, a theme for the

patent administration which would be considered as most

impopl:antone for eachstep.onthe ordinate is provided to each

step, ..andsubsequentlya. point on an' administration system for

the .theme and a point on the content are successiveJ.y considered.

A point of view for.thepatent .admd.nLatzre'tLon themedf each

will be

1) Creation and Proposal of Invention:

It should be considered to obtain a patent which has

been strengthened by inducing related inventions or

supplementing embodiments supporting the claims for the

proposal of the invention concerned so that the patent

can be effectively protected from infringement by



another pari\:c:y;!;;i ...•.

2Y:r c·<"

3) Consideration of inclusive application

An internal basic policy of a company rega~dingstaffs

for 'review~matters to be reviewed,. '.standard for

judgment,etc. should be considered.

conce.rnedr-end . a related ,invention which has been

proposed,or filed.

.;·.,.:2,};.·yRelat·i'orrsni.p . between.·the.,) inve~Dion,.concerned and the

rel'atedhinv:en:t'i.ons:

"A isys.tem;:yforayoidiing c . ,sl3M:'.".collisiQn between

applications by the same companyshould)be.reviewed by

4)' '·proposalfor additionof a related invention' a.fter the

fildJngof an application for the' invention "concerned

(within.one tear afterthefiling.ofthe application)':

An application which is required.tobe filed should be

conSidered on the basis oftheidifference in content

'and . type hetween the invention' concerned and the

related invention.

5') Proposa.l' for addition of'. a related invention after ,the

filing 'of an 'application ,.forthe. invention; concerned

(over' one year after the .filingof the· application) :

In this case, anappliC:a.tionmustbe filed without

priority right, and the applicationmay'berejected by

self-collision. Therefore, a countermeasure for

avoiding the self-collision should be considered.

6) Application with Convention Priority Right:

A point on administration for an application with a

priority right based on Paris Convention should be

considered.
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7) Response to Rejection/Opposition:

A response to rejection/opposition, which is matched

.withthemultipl!"claimsyst!"m,that is, ..~;:t!"sppnse to

re j!"ction/opposition in consi<:l!"rationofth!" dif f!"r!"nc!"

in' worth and nec!"fisitybetween r!"sp!"c,tiv!" claims should

beconsider!"d.

8) .Patent Administration IAnnuaLFee V:

It is consid!"r!"d what factor should b!" mainly

consid!"r!"d to maintain and use multipl!" claims.

(2) Summary

The final object ofinclusiv!"ly'filingapplic:ations for

r!"lat!"d inv!"ntions>is to obtain a broad and strong pat!"nt which

is practically !"ff!"ctiv!" in th!" mark!"t.

In ord!"r to achiev!" this object, it is first important to

~s.sist;iIlventors to have a gen!"ral knowlEldg!";o~.th!" Ml1lt.Lpl.e

Claim $Yf>.t.!"mand the National Priority. InstitUtion and to

r.El(;Qgni:!':!" .1;.h!" n!"cessitY of deveLopmerrtrof Lnvent.Lons zeLat.ed to

the. proposed .inv!"ntionand,th!"suppl!"m!"nt of new., emboddmerrts ,

N!"xti it is.r!"quir!"d as a .. zol,e of pat!"ntd!"p~rtm!"nts that

t.he relationshipbetw!",!"n th!" p.ropoaed vLnverrt.Lon and anotihe.r

LnverrtLon which has not been filed yet or : has .b!"!"n filed is

checked through data base for proposed LnverrtLons and filed

JIlYEll1tioIlf>J·tQ ElffElctiv!"lyachievEl>1;.h!" .LnctusLve.. appLfcations •

'I'I1Jf>is.~lso.!"ff!"ctiv!"m!"ansofayoiding,th!",self .. (;ollision.

IIl~<i<iitioniaft!"ran.}applicationwithmultipl!"claims is

fil!"d, i j:.',is pr!"f!"rabl!"toadministrate the application and the

patentright .thereof.bye.aC:hcLad.m ,
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usable in a case where plural

to one another have been

2-3. Utilization Mode for Multiple Claim System and National

Priority Institution

The Multipl~ Claim System is

inventions which are related

coincidently made. On the .other hand, the National Priority

Ins,titution is usable ina case where plural inventions which are

related to one anotherhavebren made with time lap~e(:under the

condLt.Lon that t~es,e inventions, have been made within one year) .

Her~, it is an importantm,atter that. plural applications, which

have be~n proposed'withinone year before canbe.classified and

integrated into acsingle claim system by practically using both

of Multiple Clai.m System and National Priority Institution in'

combination .

.Utilization modes which are matched with both of Multiple

ClaiIll' System and National Prio:rityInstitution will be hereunder

introduced with "Matrix for Utilization Mode of Multiple Claim

sy;stem/National . Priority Institutions" of another table being

Cehtered.

I I

(1) way of viewing "Matrix for Utilization Mode of Mul'tiiple

Claim System/National priority Institutions"

For inventions which are substantially identical to each
C,' ; : ._., -,; -:

other, but different in expression, point. of view, etc., the

abscissa of .the mat:rixrepresents the relationship which is in

compliance.with Article 36, and divided into .two sections, one

section where. one invention is made by Internal Addition of an

element to another and the other section where the inventions

are substantially identical to one another,' but .categoriep

thereof are different. On the other hano., for ~nventions which

are.te~~l1icallyc.losely .. relilte(Itoone.anpthe.r~ .... theabs~issCi •••• of ' .... '._,_,.,,.._
·the-;~t;;i~.~~pr~~e~t~ith~- rel~tion;hip-';hi~his"'i~" ~;~pii~~~~

with Article 37, and d LvLded into three sections, one section

_where one invention is, made by External Addition of an element to

another, another section .where the inventions are in

,combination/subcombination relationship and the other section

where the inventions have different elements.

Here, the five sect.Lona vof the abscissa will be hereundeJ:'

-,

V2 I



:described in detail;·
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substantially~identicalofcategm;y

A and B, respectively. AO represents an element

containing kand"A' while BO represents an element

containing B and B.', .and both.ofAOandBO are in the

form of a "superordinate-.concept·•• ext:tactiontype.of

claim".' .which .is used in an . application .with nat.LoneL

priority right.

Different

.: <.inventions :

Combination. of claims f.or a._product whichis.prodUced

byaprocesselement [A.+ B] (Productbyp:tocess) and

.a Illethodforproducing the product which comprises the

process element [A + B];

2)

3.) -External' addition'of Element:··.

[A+'H.+' C]. r~presemts a Claim for anelementi[A£B]

added with another element, [C]. Thisis.aclaimformat

in which plural claims having:a<.common<main e Lement; [A

+ B] are developed.

4) Combination(Subcombination:

[A + Bl,:represerits<a.claim for the. whole 'device or

process comprising- a.combinationof elements '[Al'and

[Bleach.·of··which serves a s . apart- of.:the dev.Lce.ior

process and is.claimableas an'independent;inverition.

1) Internal Addition of Element:

[A +.B] represents a claim for an invention c:omprising

elements .A and B, and ,A' andB', represent elements

5) Different Element:

Claims<.fA + Bland [C+ D']. are in such..a relationship

that they direct to .t.he 'same· subject Illa·tter , but the

elements thereof are clearly different·from·eac:hother;

Under the condition that they have the same field of
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industrial application, these inventions can bec::laimed

in a single application.

Next, "inclusion of mutilally-relatedapplicati6ns" on the

ordinate of thecmatrix represents an;applicationhaving multiple

claims using Multiple ClaimSystemwhenp1.ural related inventions

are coincidently made. On'the,other<hand, "measure for related

inventions which have been made with time lapse" ,.represents an

appLication having multiple claims w'ith·a national priority right

when an invention; related to theinvention.concerned which has

beeIi filed is made wj:thin one year ,after the Lfiling of the

invention concerned.

(~.) SUlIIIJIa,I::y

The Multiple Claim System of Japan aimsat.obtaining a

multilateralarid broad. patent right with no .. leakage , and the

National' Priprity Institution aims .atenablj:ng ·results of

technicaldevelopment which has been .:performed with.time lapse to

be entitled to an inclusive right. In order to; effectively use

these systems, how to prepare

is expected that Matrixgf.'Unitization Mode~fgrtI1.e M1J.ltiple

Claim. Syst.em and the Natsi-0nal Priority Institutioniscpractically

usedcforpreparationof claims,

The following.tYPEls should be' part,icularly seriously

considered.

Type 1

An invention is .hierarchically -cLaLmed at each of a

superordinate concept (basic .. concept j level, ;..an intermediate

concept.; (embodiment mode level andi. a

). ; .LeveL, The. invention ...is concept.ue.l.Laed to a

subordinate concept through the Internal Addition of Element.

When an embodiment is added to anapplj:ca.tionw-hich has been

filed,. hierarchical claims are set through embpdiment.,.supplement

type and superordinate-concept extraction type of claim

deve.Iopment.s ..(formats).

/3
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Addition of Element"External

Type 2 ..•.•...........
When therearEl •• Plural. inventi6nswhich are identical or

similar to onElahbther in system, apparatus, circuit, part or

material, elenieht~which il.re·common amohg thes~inV"entions are

and then these inventions are integrated into a single

Type 3
. .

When plural means of solving a subject matte~ (prorilem to be

solved) are developed, these means are; integrated into a single

applic:ati6hthrough t;he claim development (format) of "Different

Element Type" .
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utnmno Mode Matrix for Multi Ie Claim Svstem and National Prioritv Institution , .

~

For Inventions which are substantially identical, but different in expression. point of
For technically-close and related in,lI~ntior:!~(developmentof inventions in compli.anc.e with Article 37)

view, etc, (Development 0'1 inventions in compliance with Article 36).
, , ' · .. '.,.

2. Different categories of substantially- · "

L Internal addition of element identical inventions
External addition of element'" 5, Oiffereni:elem~nt type

[A + B]4A=A' 8=8' Product comprising fA + B]
3. 4. Combinationlsub-com bination

(FURTHER)-+[AO + 801 Process for manufacturing product
IA+B]-+[A+B+Cl k IA ...:9] -+ [AI. [81 I .'y, IA+ B]_le + :0)

I .
comprising fA ... 81 '..

..' II
Inclusion of mutually-related I

. .

applications · .. ... .'

General concept 01 utilizing mode * Utilization is possible when one of Utilization is possible when it is Multilateral investigation 01 · Combination corresponds to I· Plural solving means are

elements is hierarchically recognized as estimated in consideration 01embodiment technically-elose:inventions1rom wh()le apparatus (process), and sub- considered 10hechnologieswhich are

superordinate concept, subordinate mode 01another party that exercise 01 various standpoints .: corn~inati~n corresponds to each 01 applicabletoSame 1ield and have

concept or the like rights and creteeucn scope isdi1ficult and (Ex: Same or simil~r system, ; ,< par:-.s (steps)which are linked with one common unsOlved problem. separate

· Claimin:got cptlmum eleJIlent
fnsutfidentwith only one claim apparatus, circuit, part, material, another to form whole apparatus applications are also considered.

(Ex: Ela'sticmember .... plate spring,
(Ex: Consideration of prectlcal mode etc. can be integrally claimed in

acid .... ~ydrochlOriC acid)
01each 01 part maker, set maker and multiple claim system under .
practical user 01system) condition that main parts there01

are identical to one another)
• i -: ,

Examples for utilization · Claimi~g 10r hierarchical subordinate- . Expressible .both categories . Development 01 inventions .. ' . Development to Exam"ple01different element type

conceptuahzatlcn (Ex: Invention 01wviscosity-variable having same main element combinationJsub-combination :..': (Exi Development 01 prevention

(Solution of A.... alcoholic solution of tluld" and invention 01 Wmethod for (Ex: Improvement 01 optical1iber (Ex: lmprovement 01 beil'ring against erroneous data erasure

A -)0 ethanol solution 01 A .. controlling viscosity of 1Iuid-) -I> (1) Optical fiber comprising '.. structure .... (1)lnventio~ot' " >, due to malfunction -+ (1)

optimum embodiment corresponds to . Expression-modified claim 10r same core of glass and cladding of ':{ bearing. (2) Invention of shaft,(3) Invention of magnetic recording

most subordinately- conceptualized
invention

plastic, (2) Optical fiber Inve~tionof bearing structure) medium:.h,aving','erroneous

claim) :
(Ex: Chemical structure claIm 10r

comprising core of glass, cladding . Development to system
er~sure pr~ventingmechanism,

· Claim with numerical value bridged polymer and elastic-value
of plastic and outer coating of

. (Ex: Invention of transmitter
(2) Floppydisk having jacket for

L Two-step limitation with permissible limited claim therefor)
metalm)':

Inverition of communication
' accom~Odati~g'magnetic

numerical value range and optimum . Multistage-limited use claim ,,:' system comprising transmttter
:.' rec.ordin~'disk equipped w~th

numerical value range (Ex: Development of material A,::" .and reCeiver added thereto)
erroneous erasure preventIng

m~chani.s!")

2. It is Impcrtant tc describe significance
haVing high rigidity and light ,

}I
of limi~ation of upper and lower limit

weight (1)lnvention of ma~erial"'>

A, (2) Invention of impact- ..
values!

resistant member comprisirig ;-'
material A, (3) Invention of .', I .. ·
bumper comprising material A,:,..

.....
·

+- )'·,L ...... .11 .. :::i;f9t;aJrf9:m§Ji,m~J;;T,',",:':;:;;:;(~]J<:j ':.:''-' . ' ..•.. 'I'LL }I L''':-:'' ....... ,~' . ' ....

13
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Differen~,element typ'e'

fA .... 81-'+[C + OJ

Investigation of means for

wIving problem common tl?original
a8plication mCireeconomic,ally and

a.chievement of object by different

i/l1.,plenlenting means-+ a,ddition of
~I~im fo/ e1enlent differentfrom

efementof original application

5.

Combined application type (Ill)

Extraction of means f~r ~Iving
problem common to original

application -+supplementof

e lTlbodin1;ents and cla(ms and
filing of national priority

application

,
Combinati6~lsu~ombinatiori
fA + B] ~lAI.IB1.

Combination cdmpletion type
(Ex:.original application inclu~s
inven,~,ionof "bolt A having no:orel
screw-thread" arid added i
invention includes)n~entiono~

"nut S- which is most suitably ~

engaged with bolt"A -+c1aimi~g

of ",b~ltA~',"nut,~_" and :
"engaging member comprisin~
bolta and nut S") !

4.

Combined,application type (II)

Improvement of sub

combination whose combination

.ls containedJnoriginal :
'appllcation:~supplement of .

emCO<iimentsanl:iclaims and j
fmngof n~tionalpriorlty 

appllcatlcn

" .,
For'tech~l~ally.dose and related lnventio[l.s(de~~topment of inventIons in compliance with Article 37)

Improvement of invention of

9riginal applkati0l'!-~andextraction of
performance impr,()~ed invention -+
Addition an~gainofclaim including,':'

added element

3. E~ernaJ addition of element
[A.:'+ BJ"':"IA ~-8 + cl

Combined application type (I)

Maldng,~f ad~ed invention which

i~_techni~ally close to original

application ""t,~upplementof

embodiments"and claims and
filing of national priority

~p:plication

Dis,coveryof property S of component
Awhich has been claimed In original
application -+ setting of "composition

ratio" claim and" property S" claim

Different concept extraction type

Case where another invention of

di,fferentconce'pt can be extracted

from dat,il accumulation of original
inventiori'orthe like

2; DLfferentcategories of substantially
identical inventions

pr~~uct comprising fA + 8}

PI"l;lCeSS for man'ufacturing product

cor:nprlslrtg IA+~_8}

Supplement of embodin:i-,~mts

whose ideas have been described in
original application ~-~etaHsof the'

ideas are supplemented by filing

national priority application,a,nd t~,en

divisional application n:iaybe!i1ed.','

Supplement of embodunenes

which are in parallel r'elation with

embodiments of original appiication

-+ review or extraction of

supercrdlnate-ccnceprclaim.

RANKUN PIERCe
I.AW CENl1~R UBRARY
. CONCORD, N;H..',

Embodiment supplement ty~e

Extraction of superordinate concept is

required for addition of embodiment

to invention which has been filed

Superordinate-concept extraction

type
Invention of original appllcattcn A1

+ added invention A2-+ext~act c:
invention a of superordin~teconcePt

For Inventions which are subs~~:ntiall'y-identj~al. but different i~-expression, point of
view, etc. (Development of inv,entions ill compliance with Arti~le 36).

*

1. Internal addition of element
[A + Bj-t'A .. A' 8';'8'

{FURTHER}-+ lAO + eci

Examplesot utilization

Meuure for inventions which have
been made with time lapse

General concept for utilizing mode

Utilizing Mode Matrix for Multiple Claim System and Nation-al Prioritylr. ",t"i"o"n.,- r __-.,--"-"---
I i :- I
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2-4. Case Study .forSystem Utilization and Administration

In this Ca.se study, threeu.s.eful casea are •.. assumed, and

manner for utilizat~on and administration point are considered

for each of the cases.

Case 1 : .••.. .
. .

Various I>0intst()be noted to the. patent administration when

the inventor! and ·licensee are different between two inventions

which are tkCh~iChlyrielateditCl. each other and have been

proposed by the same company are considered along a series of

steps for patent app1icationadministratiOll.

Case 2

An invention rI~ating t~thec.:0Illbusuonicontrol ifor direct

injection type of engine isas$wued, and .what development of

cl~*mis possible under\the condi.tion that un.ity of Invention is

maintained and what effectiveness can be obtained by claim are

>coqsi.dered.

Case 3
,", .

•A case whether a part of the claim Of: an application is
-',,:' " ., ',,:';.,,-', ' ' ... :,: "':,':' '

f;ubst:ntially supported by the specification or not i 13 critical

'~n,fi~~e tEi!chnology for the part is completedaft,erthe filing of

the appli9ation is representatively introduced. A measure for

this case is con~ider7d for each of two cases, one case where

National Priority Institutio:n isusai)le, and the other case where

National Priorit,y Institution is unusable.

I ,
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.........-.,~ ~'~ .-., ~ -: '.' : " .- ' , , ,...•........ ~ : .. , '''.~ , "",~"""'," .

. Policy of applications and claims

Policy of reward system for inventors.
Application Administration.

® it isset forth in Article 3S.ofPatent Law that reward should be made every claim for inventors.

-> Each of inventlonsXt and X2 whicl1l'lave been independently made 5110&ld be rewarded asone invention
irrespective of the format of separate appllcation .orsinqle application.

. '-+ .. ReWard forenforcement maybe made byintegratinginventionsl<land Xi into one lnventl 011: '.

~

13>
@

\5) Patent Administration.

C:~~e.l ICase Study for Administratiohl'ointobUtilizationofMultiple CI"irnSyst~rn

[Content of Case]

Invention Xtand Inventlon X2 areproposed at thesametime by enterprise departrnentsA and Bofthe
samecompany, respectively. The inventions have subject matters which are claimable independently of each
other.butare in such relation thattheyarelnteqrated jn!oa.n inclusive. invention concept X.·The inventions Xl
.an(jX2 arerequlrad to be. licensed to.company Xand company Z, respectively.

@ Judgments of both enterprise departments A and Bon Application Administration should be confirmed.

.;...) Thcre,d~'~'t.irs, d ~ar:different~ln esti mationof lmportance of inventlori ordes,ire [orappii c~tWn malntenance
between both enterprise departments Aand B,it is reasonable that application is divided into applications
of Inventions.Xl and X2.

->When only one of inventions Xl and X2 isestimated to be unpatentable on the basisof Notification of
Rejection Ground (office ectlcnl.Opposltlon, etc., Claim of the Unpatentably- estimatedlnventionshouid be

.canceled or newly filed asdivisional application to assure patentability of the otherinvention.

18

\5) Right scopeand equivalentscopeof claim for inclusive invention concept Xare broaderthan claims of
separate applications asa whole. However, partial or divisional. assignmentof Patent Right for Clalrnof
Invention X is inhibited (under provision of Article 185). When claim ofInvention X in,cludes lnvalidatlnqGround,

.the whole Patent Right would be invalidated unles~ special proceedings for narrowing claim .is taken.

~ In consideration of the difference in lnventorsandIlcensee, it is preferable that Patent Right is individually
obtained for each of inventions X, Xl and X2, and Patent Right for Claim of DesiredInvention isassignedor
abandoned as occasion demands.

r ......~i~"' .....d Contents

[Pointito be Considered]

(j) Necessityofpreventing self-collision and double patenting onthe basis of checksystem for related
inventions having different inventors from that of the invention concerned.

-> All internal proposed inventions of samecompenyare classifledeve,ytikhiiicaHieid toform database, and
related .inventionsare searched.

............:::> ~~~E~.~.:.~~.~.I.~.~~?~.!9..~~.j?!~~.Iy..~h.~~~.~.d ..~y.I~~~p.?~~:..~!.~~.~~.l!!y.~D~i.?h!!.~.~.~~~.~!.?!.p.~.~~!!~.9.~p.~.~~~!!~: .
I~ Consideration asto whether inventions Xl and Xtarefiled asseparate applicatlonsor~s sin~ie a~~Iic:ati~11 by

integratin9 inventi ons X 1 and X2 irita incluslve invention concept X.'

-> Forseparate applications: ...ttentionshould be paid ~o av~idance ofdohbl(~ateHtil1g.Responseio
. OffiCe.Acti.on.and Administr~ti~n of Right and License are facilitated by

selecting separate applications.

-> Single appliCation: Broad and strong patent isobtainablebydisclosing best modesof inventions Xl and
X2 and'clalrninqtnventlon X.' Application fee and'patant malntenance fee are 'saved:

............~ , •• 0 " ~"".'~,." "" ','_ •••.•••• ~." , , "0" """ ••.• ", ~ .n. ~ ~.~ ..~ :":' ,..~ ~.•.. ~ ~ ~.' '." ~:•.,;



Case2 Case Study for Development Mode of Claim for Utilization of Multiple Claim System
[Content ofCase]

lnvantion of combustlon control for.direct-injection tYpe of engine as described below (assuming that the
lnventlon isnovel) ,

"Information on combustion statusof enqine is obtai~edby combbstion.monitor A,and~hen input to
controller B.The Controller Bindicatestiming offuei injectionand·injection amount to fuel supply meansC and
indicates ignition timing to igriitionmeans D.throughfeedback coritrol as described above,Jyel injectfonaQ~ .
ignition are optimumly carried out to keepexcellent combustion status ,o.fe119.ine."

[Points to be Considered]

(j) Multiple claim expression

<2> Effectiveness of Patent Rightfor multiple claims

~ Possibilityof restriction requirement for multiple claim application in Japan and United States.

Co Jered Contents
'~~~~~~!-.---l " " , , , , .

(j)';iJ T""oapparatus clairnsendcne method claim canbe s~t,.,
.... Firstapparatus claim: Direct-injection type engine comprising combustion monitor A, controller B,

,cwnbustiPn supply means Cand ignition.rneans D.

.... .Sec"nd apparatus claim: Compystion cBntro.lapparatus.compri1ing combustion monitor A and controller
.' . Bfor use in dir~e:t-injeq:iontype engine. .

.... lVI.eth"dclaim.: S"",bustion cOntr"llTle~9Bdfordire~t-injeq:iontypeengine co",prisingthe steps of
·p,b,tai,riing,inforrna~i.~,ry()n9?rn,~us~ipn,st,a~u~ t?f,ef1gine fromcombustion monitorA to Input

the information to cBntr"lIerB, and"n.the.pa.s.isofthe input information, indicating fuel
injection timing and amount to fuel supply means C and indicating ignition timing to
ignitionmeansD by controller B.

...... ~ ,•., .,' ~'~'•.•• ,. -" -.",~..... •_~."," •••.••• '," •.•. • .• • • • ,"•• . . .. . .. ...";.• ,••.•••.•.• , "0- , •• ",••• 0.".•••., , .•••• _ .

..... The first apparatus claimwould be infringed by another party ifthe party produces, uses,sales, rents or
imports adirect,injeetiontypeofengineincludingelementsA,B;C and D;Damages to infringement may be::
celculated on ~9.e bas!sot~n unit~ostcJf engin$,.so.that highd~magesmay be.i",po~ep:

.... The second apparatus claim would be infririgedbyanother partyiftheparty produces-uses, sales, rents or
impBrt.s. a control apperatus includlnq element1AandB. Ifthecoptr~l.appar~tus isan exclusively-usedpart
of the engine ofthe first apparatus claim, this infringement corresponds to contribute infringement against
the-first apparaws claim.

.... Most ofusers forthis invention areend users forprivateuse,.andP~teqt Right fer MethodClaimdoesnot
·haV<l" effect on these.users (under provision of Artide611)' however, producer.andse"ermaYb~s~ed for

.......: ~.~.~~~!?~~:.~~!t!.~.~~~:~~: ~ ., ~~ ~; ;~.~.~~ -~~.~~ ..
~ Multiple claims having substantially same content are permissible irrespective of difference of category in

Japan, scope of multiple claims whichhave different contents, 'but are-not subjected torestrlction.requirement
are providedlnArticie 37. Sincethe first apparatus claim and the method claim have substantially same content
and the second apparatus claim is in relation as set forth in Article 37; Section 2, with the first apparatus ciaim,
the multiple claims ofthis case are not subjected to restriction requirement.

In the pnited States, restrie:tiBn reqUi.r~m~nt ismadelf multipiecl.aimsinciude daimsfO(t:WBor more
indep~p~.~m.~,~.~,. ~i~~iq.~t!~y~nti!?q.~;Ib~fir.~!.~.PR~!:_~!~1_;I,:>i.'!'!'n<;l.m"'!';tb!?p ..~I!,.i'!'_!'r" .~;.c_!?l!ni;e~J~!,_s_n2t
being subjected to restriction requirement in consideration of Examplesof37 CFR 1.143, but the second ..
apparatus claimmaybe subjected to restriction requiremelJt,ina.ccorcianc,ewithexaminer'sJl.Jcigrnent.
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Case 3 leaseStudy for Measure for Making of lnv"ntions with Time Lapse

[Content of Case]

Application for invention of composition A containing polymer component BIsfiled, and the component Bis
broadly claimed ascomprising aromatic polymer in the application. However, the specification includes only
description of embodiment in which the component Bcomprises polyparaphenylene of aromatic group, and
other aromatic polymers including polystyrene are merely listed.

After the filing of the application, embodiment forthe component Bcomprising polystyrene iscompleted,
....and thisembodimenthasunexpected.excellent effE'ct, . •.. . ".c.• "..... .'..... • .•,...., ••

[Points to be Considered]

Consideration of application and claim drafting for three cases, (j) where added embodiment is completed

within one year after the filing of original application, 12> where added embodiment iscompleted after Oneyear

has elapsed sincethe filing of original application and before original application is Laid-Open, and ® where
added erribodirnentis completed afterorigirial application isLaid-Open.

Co. lered Contents I,;., ;.;; : ; ;..;;; .

e ~,;dAdded.embodimentis new matter because it h~sunexpect~deffect; and thus supplement of added
embodiment by amendment-to specification is unacceptable (first paragraph of Article S3). However,
supplement of added embodiment by national priority application (Article 42-2) isacceptable. Sincein original
application polystyrene isclaimed in statuswhere only chemicalname thereof is disclosed, there is possibility
that examiner's instruction for limiting claim for polystyrene is issued. In addition, even the claim is patented
without amendment, there isa questionable matter asto whether another party can be sued for this
infringement against patented claim for polystyrene. These anxieties can be overcome by supplement of added
embodiment. .

Added.embodiment may be filed independently. Measure required for this case will be described in the
foilowing item 12> .

.............................nn · - .

Supplement of added embodiment to "riginal application is impossible even by amendment or national
priorityapplication, and thus lridependentand separate applic~tionis possible.When claims of prior and
posterior applications are interfered to each other, posterior application is rejected (Article3g) even if applicants
or inventors are identical between both applications. Therefore, claim for component B comprising aromatic
polymer must be amended soasto literally remove polystyrene from claim,

Chemical name ofpolystyr"ne isdes.cribed ascomponent Bin s,,~cificatlonoforigi~alapplication,and thus
posterior application having claimforiwentionofcomposition A containing polystyrene ascomponent Bmay
be rejected under the condition that original application is Laid-Open (Article 29-2). However, provision of
Article 29-2 is not applicable to suchcase where applicant or inventor is identical between prior and posterior
applications as this case .

............................................................................................................................................................................................

® Supplement of added embodimentto original application is impossible by anyone of amendment and
national priority application, Idea of "composition AContainingcomponentBconsisting of polystyrene" is
made publicly known by Laid-Open of original application. Therefore, it would be difficult to obtain patent
protection for added embodiment. However, the following attempts i)'and ii)should be made irrespective of
chance of success. ' .

i) Claim for."tompositionA containing component B of poiystyrene" isseparated from original application,
and divisional application including the claim is filed; Details of added embodiment should be described in
divisi onalapplication.

. i1} Application which includes description of added embodiment and claims "invention of composition A
containing component B of polystyrene" is filed independently of original application. Atthe sametime,
claim of original application is amended so as to literally remove polystyrene.



3. Analysis on the Principles for Handling Applications of
Related Irrventions and the Operation

3-1. Utilization of multiplicity ard.netforal prioritY,'iilStitutionShown-in
the results of a questionnaire to Japanese companies .

An analysts is given here as .to the cfrcumstances of utf.Hzatfon .oftheIrnJltiplt~ity:apd-'the,
natfonal pr-ior-i.ty-mstitutdon in Japanese companies. _This is based on the results cia
queptiQnnaire obtained from 7,0 membe~ _companies .of PIPA, Pacific Industrial Property Assocratfon,
(Included were 15 machine/metalworking companies, 17 electrical engineering companies" 36 chemical
companies and the other 2 companies.) Refer to the attached tables for furtberdetails of the
results. (In ,tbe tables the percentage of the company which chose each .Ltem as compared-to-the
total is shown. As for some of the questions rvc or nore chotceswere el.Iowed.)

3-1-1. Utilization of multiplicity

1) Principles

l-i) Companies utilizing'the multiplicity
It ,is ,apparent from-the results that almost all thecompanieshave:utilized!the'multiplicitj

in various manners. However t there seems to .bea d:i,fference armng -the .Industrtes..
A graph attached to this, text shows' thedistributio.n of the canpanies by takmg.fhe.everage

number of claims included in an application of multiple claims as the X axis and the percentage
apllications of multiplecl~ims to the total applications of a canpanyas tbe Y axis.

.. In this graph it is clearly shown that both the percentage oi applicatioIlSincludiIlgDl\1ltipl~

claims 'and the averagenl.lmber,of such claims 'are relati~ely small .as' for the 'mac~e/metalworkirig'"
:industry- while -there appears a-considerably largepe.rcentage .of such applications- and average
number of claims as .forithe chemical industry• 'Ihe-percentageund the-average-number ofclaims 'of;
.the .e lecuracal engineering -_ industry'is -in between-the -_ machine/metalworking -industry; and --the
chemical Lndustry;

I-ii) Points in utilizing the multiplicity
Although ITXJst companies seem to lay emphasis on filing a single application covering two or

more inventions in .every dndustrdes , in, the electrical engineering and -the chemical "industries the
number of company which gives priority to multiplying claims covering an Invent.ionbyvfesdng the
invention from various points is greater than 'that -in the machine/m=talworkingindustry.

f-iii) necision, on whether orno~ fiiing?Ilappiic~tionof.nnlLt~~i;e,ci~
,.:'"-__ ,,'l)1e, :?,~~e,~!et;:~ua"l. Pr:9pe.I~y, ,<;l.iy;i,$~on, :q~c:ig~;;"" H~}i1.-~,. ~.~~,.~",?ppU:~a,.~,~9rt,JI! ~,s,t_ :S~~$"
regardless _of the Industry they belong, .

I-iv) Approach to engineering _divisions 'to" spread--the -- utili'zatiorr'of 'roultaple clii.ms'
'Ihecompanles in the el.ectrical. engineerdng.dndustry __ encourage gngin~,er~ to multaply cletras

,rrpstpositively as!:,hown in t~e answers' 'to , the, questaons C?IJ-F~rrUllgwhatapproach is taken
particularly in the educattoriand advtcesforengineers to:.!=>preaq ,the utilizatio,n ofmultiple
claims. . . , '.

2) Before application

2-:-i): Suggestion ofmultaplecl.eams
As ehovn in the attached tables theLntellectual property' division: suggests mul.tdpl.e .cl.aims

in, most ,cases.

2-iirUtHiz~d,onof rml.tdpl.Lcdty in engineering divisi~ns
The results show that in every industry rnultdp.le claims are suggested mostfrequ~ntlyto

clarify the, .relation.between, genus and- specteeor: claim, various embodtments, .dnother words,'
suggestions species are. the predominant , In addition,it. should.be expresaly

.....'...~ ....".... noted that in the and the 'chemical industries relat.~edf~~;;n.ti,om;aLre· ..

,3) Application

3-i) ~os~tive measures for the.~ntellectual prope:r;'t,Y divtstons
to utilize the rnil tdpl.i.ct ty ...

In the machine/metalworking and the electrical engineering industries it often happens that
the intellectual property division tries to consolidate two or more inventions in one application
to utilize the multiplicity. On the other hand. applications within the scope suggested by the
intellectual property division are filed in a large percentage of cases in the chemical industries.

3-ii) Difference between a Japanese application and the U. S. application
For the question asking any intention to take a different claiming method when filing a U. S.

application from that taken for the Japanese application, a considerably large number of companies
answered in the negative. However. when it comes to the practices, many companies file
applications of greater number of claims for U. S. patents than those for Japanese patents because

8Z
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they often develop and multiply the--ctaiiris' 1if'r~la:tioh 'to the;<genus and species.

3-iii) Inventions which can be put together
In 'the" chemica.lTrdustry there"see:Ji5ti) 'De. mallY,"c~ses,~ere'the company" cboosero ".3'0'1y ,for"

another patent in addition:to-apriorapplicatidnwithout using the multip~~City-o~clairns'-evenif
the inventions can be put together into a single application so as to find· a protection for each
invention as ear Iy aa possdhla by filing 'aft' application respecttvely or toHcense tbe resul.tant
patents separately, 'etc" -

3-'-'iv) Application of invention of
The- comparues in the-

-Hle' a ainale eoolicatton in the

3-v) Claiming
The largest number of the comparri.es give priority to draft claiJnslllUltipHed under-sec, 37

of the Japanese Patent law in every industry. In addd.tdon, considerably numerous cOrnpanies lay
emphasis on claiming various embodiments in the chemical, industry.

3-1-2. Related inventions discovered" at different time

1) UtHizat~()TI'of:Ilatioi18;lprio~~ty;'insfi~ution"'.. ..:'. '. . ; :' '.'
The companies which-utilize the' national" priority institution when,'two 'or more- inventions

related ,lifutiJally are discoveredat dtffererit rtfrne Yespect.ively account for -nearly 50 to"70
percentage of all the companies-In every industry.

2) Application claiming the national priority
Many companies-request inventors to report other related inventions, if any,'-a:nd':'C1aim the

national priority. However, in the largest; ri1..iinber of cases the; companies irithe chemical, tndust.ry
examine the possibility of adding claims to the original application.

3)Search;forrelated inventions
In'the "rri3.~hi~e/~talwor~~g:ihdlis~_ry'thecases .where driventora-search fo~ .,~therTel(lted.,. '.. :

Lnventdcns arid-the caseswhet."e,~hedntel.Iectua'L'proper'ty division searches for related irrv:en~ions
is in the proportion of fifty'td,H.fty. 'As for the chemical industry, inventors 'seek for other
related inventions bythernselves~

4) Relation between supplemental embodiments and'-theorigiriill. appldcat'ion-
Inventors are requested to" inform the tintel Iectualiproperty dtvrston of :'the-rel.atfon between

the original application and supplemental embodiments' discovered later in most companies.

5) Control of applications to avoid interference
Thegreater number of the companies' pay attentiOn to control their applfcataonsfespectdvely

'to:avoid Interferencebetween'-a ·seriiora'pplication "and a junior.appllcatfon, .... in Other··~rds~· .to
avoid self-collision. ( - .. ,-

6) Decision to claim the ::tiatidnar--priorfty
The intellectual property.dtvfstcri seems 'to decide tc cl.etm the national priority in almoat

all the companies. .

22
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1. Multiplicity of Claims

Results- of tpe:Questiorrn<:dre
on the Administrative Aspect of Patent Practices

" ...
Points in Administration

c', of Patent Practices _
.Ma~hi~~/Metalworking Electrical Engtneerlng Chemical

Industry •.. Industry Industry
~. .. . ..

Do you utilize multiplicity of
claims?

Almost all the companies use themul tiplicity.

Ratiaof the utilization I 15/15 compani.es 16/17 companies 34/37 companies

ro:'~hich pointdo you give "",:-
priority when utilizing the
multiplicity?

Th' " •..• f' ". 'whi' hai ,,' Itf I'
o ,~ percentage orcorpemes • uchgtve prtor.tty.to mnttp 1~

cation of claims covering a single invention is relatively high
in the electrical engineering and chemical industries.

~.~

.
..

~

' .. '

I

I ~

64%

83%
8%

~

23%

Relatively high per
centage,andlarge
numbers of claims

22%

53%

'-- intermediate" percen
tage and mmbers of
claims are shown
as compared with
those of the machine
metalworking and the
chemical industries.-

0%

44%

87% 76% 71%

13% 24% 29%
,

44% 21% 13%

Relatively low per
centage,apnsmal1
numbersofclaims-, :

The percentage of companies of which the intellectual property
division encourages engineers to multiply claims is high in the
electrical engineering industry.

Machine/lIEtalworking oompanies S"etII to utili.ze the ,multiplioity
for the purpose,of reducingthe,cost,£orapplication.

.' Th,~:~nt,.el.pr9.p..~~ ,,,'
.dtv. gives decision
tn.nost c;~e~t.:-'", ",

o Giving training on how
to desoribe multiple cIa;""
to engineers

.. ..'

o To reduce the cost
o To find a broader protec

tion by claims of varing
embodiments. '. . •

Which division does decide to·
apply for a patent of multiple
claims?

~or what purpose do you
l11:iliz~ .the. nu~tiplicity? _n,

o Intellectual property div. 73% ....69%
o Engineering divs.... .' ·.7% •.. ". . •..••• ) 19%. . .

. .' •• •• . •..•. .' 'lost companies lay ~y cornparri.es teach
How do you teach the emphasis on acquiring not only the system
~lt;iplicity to engineers? general underatanding o.f--;t9~.!JlUltiplicity 1-:"

;; of :the:,·system of, the but-also bovto ..q~
nultiplicity. scribe multiple clam. •

.......
In which percentage do you
apply for a patent of multiple
claims and how many claims are
included in the applications
on ayerage? (Refer to 'the
atitacbed eheets , )

.:: os: "single, appldcatfon
;,claiming two or: mire

" inventions
o Multiplication of claims '.

cover-ing a single inventio

o Encourage engineers to 13% 56% 33%
multiply claims

36%o Advise engineers to multi- 47% 6%
ply claims from case to ca e

25%o Do not suggest maltiple 40% 37%
. claims expressly

p
'r

i
n
c
i

~ P
1
e
s

Do you advise engineers to
multiply olaims?

~"r---------+---,--,_-::"'---,-=-----'-----,-------i~. ~~. I......

Do you use the multiplicity to Most companies of the machine/metalworking and the electrical
reduce applications? engineering industries multiply claims to reduce applications.

o Yes 80% 69% 21%
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. , ..
. ....

Points in Administration Machine/Metalworking Electrical Engineerin~ Chemical
of Patent Practices Industry Industry Industry ..

Is there any standard for the Most companies ..
; .

M()st companles
total number of applications answered in the <- answered 'in' the

p imposed on engineers? positive. . negattve,
r
i a Yes 67% 56% 21%
n oNo 33% 38% .... 79%
c
i Is there any standard for the I~~r~irtrtUrnhe~d negativesfre alroost Negative answers
p IJ.~r of inventions 'to 'be .9~':1g:~~E,c,p£~lt~y~_",.

..

..... 1 presentedbyengineersf' . answers . . .

e
. 53%s o Yes 44% 15%

oNe .' . t : . 47% 50% 85%

Who or which ciivision .suggests The:intellectual property:divo suggeststhemultiplicity'inrnost
multiple claims? cases•

.

o Engineering divs. 23% 36% ". 29%
B o Intel. prop. div. 62% 59% . 63%
e o Cutside attorneys 10% • 5% 6%
f
0 How do the engineers use the ~ey use it to de-
r multiple claims? scribe the relation <- <-

e between genus and
Ispecles in nost cases .....

A ... RelativelY'~<lrge,
p number. of' e~gineers
p .multiply claims to -s-,

I include related '.
i inventions .

. ..
c
a o Including related 9% 21% 21% .
t inventions r-

i o Clarifying genus and 43% 36% 27%
0 species . . ..
n o Substantially same claims 0% 6% < 5%

o Claiming various 26% 30% 21%
r embodiments

a Multiple claims are not, 22% 3% 16%
used so much. .. .

What positive measure does the The percentage of co~~~ ~hich consolida~e two, or.rno~~
intellectual propeftydiVision inventions into one application is low ,in"th~ chemical indu.stry.

-, take to multiply claims? .

F
i o Broadening expressions of 33% .. 20% 33%
1 specifications based on . .

i the,suggested invention
n o Gathering two or more 44% 55%

.
28%

g related inventions into
a?ingle application

'1a o Filing a single appli- 11% 10% 28%
n cation withiri the scope. of ..

th~ suggested invention . ...
A
P Inwhic~--watdoestheiritel- The_:percent~ge." Or co~es_which mu1 tdpl.ycl.aims foiI1c~ude
p lectualpropertydivisionuse various embOdiments into-a single application is·lbw in the
1 multiple claims generally? electrical engiI1eering, industry. .

i . ...
c o Claiming embodiments of . 13% 3% 16%
a the invention .

.'
t
i
0

n



.i: &chine/Metalworking Electrical Engineerin
Industry, Industry ".

3%

45%
55%

42%

47%

35%
65%

Chemical'
Industry

26%
. 74%

The negatives£ar
outrumber-.the post-:
tives.

I

6%

45%
55%

19%
81% .

69%

44% 36%

32%

20% 20%
I

. 56%
44%

/

6%

20%
80%

60% , 81%
27% 19%

7% 0%

28%

40%
60%

28%

75%

44%

47%
53%

19%', 25% 50%

In almost all the companies the int~ilectuarproperty division -,
review: the suggested Lrrventdon.

The companies of'the. ~hemi.ca:l industry often file a separate
application even in such a 'case.

.. ,
A greater numbertof claims are included in a U.S. application
because-in a Il.Sv-appldcatdon cl.aims are often drafted to' cover
the-re.latf.on .between genus-and species ~

..,. .

. .

The.pcsttivesand the-negatives' arealroost
equal in rumber,

In JOOst c~es the intel'lectu.:ll'pI:o~~t~'d:i,v;ision"review, the
claims and-the subject matter• ' - '-:

. .

Most companies do not conduct the screening.

-In-most-.cases--the---companies-,-'ofc-the--:chemical "indu5t,ry"·~file,'"one:·
appl.tcetaon. .in.tbebegdraung and, !511~seqllep.t1y"cliv:i.cle"the_.,c,laims

of;tl1e:origi~k_~pp~i~a}i9nfo~)e,d~visional"~ppl~c~tiqn.

. '

o Yes
oNe

o Review all the inventions
o Review important inventioru:
o Does not review in roost

cases

o Review of the subject
matter of the inventions

o ReView of the tenns and
expressions of the claims

o Review to devtde/canbine
related inventions

o Yes
oNe

o Filing another application
from ,the beginning

o.Fllingasingle,applicatio 
and dividing the claims
subsequently

o Claiming only the rmst
important claim

Is there any case where you
apply for another patent in
addition to a prior ,applica
tioneven if they can be put ".
together into a singleapplh i,
cation? _ :',_'."";-

Does the intellectual property
division review "the suggested
invention?

o Yes
oNe

What kind of review does the
intellectual property division
conduct for an invention?

Do you conduct a:positive
screening to seek for related
applications?

Is there any difference betwee
the U.S. application and the
Japaneseappli~ation,inrela

tioo to the question above?

....... p .. Admi' .
OlotS 10 nlstratlon
of Patent Prac'tdcesL,

...... In case that you file an
an, appldcatdcn of multiple
claims for-a U.S. patent, do

,_ you take .a different claiming
method intentionally from
tbat you take when filing an

. application of multiple claims
for a Japanese patent? ., ..

F
i
1
i
n
g

a
n

A
P
P
1
i

......... c
a
t
i
o
n

....................~ , .. ,." 1,I·Whatwill the intellectual pro
perry divtston.do en. principle
ifthe·unityof.th~,invention
is in question?' '



2. Treatment of Related Inventions Discovered in Course of Time.
Points in Administration Machine/Metalworking Electrical EngineerlTI Chemical

. of Patent Practices Industry ,,::,' Industry .: ..- Industry

How do yOIl handle the related In most cases cthe companiea ut.LlIzes the national priority
;irtVehtions:discoveredat'differerit institution pOsitively~

t:iJres?

o Utilizing the national priorit 71% ....
. 52%

' ..
71%

institution
o Filing applications respecti,," 12% 24% 26%

ly
o Postponing application until 12% 20% 9%

the junior invention is
available (A case where other
inventions related to the
senior invention can be
expressly available" etc)

26

9%

0%

4%

+-

74%

49%

35%

11%

100%

Chemical
Industry

In -addit.Ion, "the
companies include

_claims of embodi
merits into' 'the
-same :application.

0%

+-

25%

12%

24%

16%

48%

63%

100%

6%

0%

27%

67%

59%

12%

19%

75%

Machine/Metalworking ~lectrical Engirieerin
Industry I' Industry

IOTJKJstcasesthe
companies: utilize
the multiplicity
hased on section 37
of the Japanese
Patent Law.

MOst companies consolidate inventions related to' section 37 into
a single application in principle.

Most companies file an applicat'ionincluding'nniltiple'clairns
from the beginning.

c Clairmng one claim in the
beginning and subsequently
adding other claims or
dividing the original
claims

o Claiming as many claims as
possible and subsequently
arranging the claims

o Laying emphasis on draft~

'Ing substantially the
same 'claims

o Laying emphasis on draft-.
ing claims multiplied
besedon sec. 37

a Laying emphasis on drafit
ing claims of embodarrents

o Claiming one claim in
principle

o Filing·.t~·'or nore appjfca
tions even for inventions
're.latedrto SeC:~ 37 to
maintain the effective
rights as many as possible

a Consolidating inventions
related to sec. 73 in O11e
application

Points: in Administration
of Patent Practices

What is the principle when
drafting multiple claims?

What is the principle of
consolidation of inventions?

How do you anerd claims?

A
P
P
1
i
c
a
t
i
a
n

F
i
1
i
g

a
n



Points in Administration
of Patent Practices

Machine/Metalworking Electrical Engirieerin ;:-
••.. Industry Industry ... .•.. •..

Chemical
Industry

<:;

How do you proceed the CIP or
claim the national priority?

In the' chemical industry, many companies-examine the 'POssibility
of adding claims to the 'original application.

o Seeking for the parent
application when an invention
is discovered

o Examining the possibility of
adding claims to the original
application

o Requesting ;inve~tors to report
the related inventions

18%

24%

29%

30%

15%

50%

9%

54%

38%

Who conducts the search for relater In the chemical industry inventors
inventions? related inventions.

lead others' in searching for-.

o Inventor
o Intellectual property division

50% 55% 67%
50% 45% .. 33%

.. .. ...

MosL companies require tnventors to, report the-related
applications, if any.

How do you find the relation
between supplerrental embodiments
and the original application? ,

o By the report of inventors
o ,Through?creening,the;~el~t~

applications by the intellec
__ .tual property division

69%
45%

84%
16%

84%
14%

How do you handle applications
of your company which may
interfere each other?

, A large number of companies controlappl~~a~].~ns:so ,that~hey
do not interfere each other.':'... .... . . ..

.. ... . .

Relatively' ~ ,la~g~-numberof :c~tiies -filean'ap~lication
claiming the national priorityincasesupplementaJ :embodirnents
are disclosed. . .,. . ,. ,.

22% 26% ..... . .26%

o Control the applications to
avoid.interference

o Do not control the applicatiom
....• especially to avoid

.....,. interference .

In what case do you fileanappli
cation claiming the national
priority?

o In case of entering the
procedures. for a ,foreign
patent application

o In case that thecla:!med em
bodtnents of the original
application dffferaErom. the
node adopted in the present
product

oIn case supplerrental embodr- I
ments are- disclosed;<:: ..

o In case, another tnvent.tori.ccn
cerning sec. 37 is discovered

. Who decides to cla:lm the national
priority?

o Engineering divisions
o Intellectual property division

I

60%

40%

22%

• 38%

18%

6%
94%

71%

29%

14%

43%

17%

0%
100%

71%

29%

14%

43%

17%

6%
. 94%
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3. Attorney's" Fee and Incentive "Bonus

Points in Administration Machine/Metalworking lectrical Engineerin Chemical
of Patent Practices Industry Industry Industry

Is there any difference in the In the electrical engineering industry greater number of
incentive bonus for a mil taple companies change the incentive- bonus according to the number of
claims application as compared claims.
with that for a single claim
application?

. 0 Yes 7% 63% 6%
0110 , 93% 37% 93% - '" , "

Is there any difference in the Most ccnparues change the attorney's fee according to the number
attorneyt~ fee for a multiple of claims.
claims application as compared
with that for a single claim
application? ,

o Yes
,

73% 81% 69%: -.
0110 27% 19% ,,31% '••,' '••••

Is ther~ any difference in the Negative. answers Sam:!: companies do no Consid~rably a great
incentive bonus for an application predominated. awar.d incentive bonu number-of- companies
claiming the national priority as unless any addition- do noti.ucard incen-
compared with that for a normal. a1 invention is dis- tive bonus for an
application? closed in the junior applic:'i,tt.<;>n claiming

, ' application. the natdonal priorit •,

'0' Yes 13% 47% 38%
0110 87% 53% ..• 62%
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. Machine/Metalworking Industry
'. 15 companies

Relation between the ratio of application
with multiple claims and the !=tV~rage
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Electrical Engineering Industry
17 companies
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Relation between 'the ratio' of
with multiple c.laims and the

number of claims

Chemical Industry 36 companies
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Others 2 comoani

RelatiQll>l:>etween' the ratio of application
withrnlJlt:iple qlaims and the average .

number .o f claim::;"100
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3-2 Comments by U.S. Corporations (Number of comments: 7)

(1) Views on Japan's Improved System of Multiple Claims

a: There is a difference in the Unity of Invention between
Japan and U.S.: 3
No difference is observed: 3
(It appears that those who answered "There is a deference
.... " believe Japan is more restrictive.)

J,j

b: Claims at the time of filing a patent application with the
Patent Office in Japan
Same as U. S. 3
Decrease the number of claims: 3
Basically a single claim: 1
Supplement number of claims: 0

c. Supplemented the number of claims or united with the
invention by two or more considering that the scope of
Unity was more extensive in Japan: 1
Deleted the claim or planned to divide it considering that
the scope of Unity was less extensive in Japan:

Yes: 3
None of the above two: 4

(2)

<Opinion>

Regarding the matters relevant to the Japanese Patent Law
Section 37, it appears that the scope of Unity is rather more
extensive in Japan. As a matter of fact. however, ha.lf ()'f',tli€i
respondents answered that the scope of Unity was less extensive
kJ~~. ",

On the other hand, when we look at the preparation of a' "
claim at the time of patent application in the U.S. by Jap~ne§~

corporations according to the questionnaire addressed to ,Japapese
corporations. more respondents were observed to supplement the
claim with a lower level idea (52) or supplement a.n essentially
identical claim (4). taking into account the convenience in:
enforcement of right and the patent prosecution rather than
becoming conscious of the deference in the Unity of Invention;
(Figures in parentheses stand for the number of answers.).

the questioniibout the situation on utiliZing CIP in the

U.J,UJI in Japan. (although these two institutions are
different from each other.)

Ratio of CIP patent applications of entire patent
applications:

Varies in ratio rroa approximately 10% to approximately 35%.



ease by ,case basts : '. .• .. .' .•..•....' 4
File the' patent application first with the limited
materillls. llyaLlapleat.the. moment ,.andutilize eIP later: 1
Wai tuntllthe supplemental embodiment is ready: 2

It is very interesting, in this context, that eIP is
utilized on a case by case basis is the U.S. wlthoutg-ivlng-.ilny"
priority to eIP over tha separate patent application.

<Opinion>

b : How is tIP ulI'Inaged.? :

eIP is utilized after being trlggeredbY· thaLnventorts
declaration of a new improvement: 4
eIP is utilized by the initiation of the patent division: 4
eIP is utilized by the office action: 1

c.:,)lo standard on judgment. is available for whe.ther to file eIP
application or to fll~ separate application. Judgment Is
made on a case by case basis:

d: Management of filing patent application when the supplemental
embodiment is expected:

According to the questionnaire addressed to Japanese
corporations, the largest number of respondents answeredrthaf the

.patent applIcationutilizJng the NatIonal .PriorityTnstl tut Ion is
.. fHed' based on theJinventor'S declarationof)'related Inventions

(31) ..Some. respondents ', a~sweI"ed that. they wIH Look .. f0I"rh7.
parent piitentappiicatlon ilfthe new invention (13). Others'
Iln~wer7d.:t~at..r~7Y Wig. m!mllg;7.whet~eror not .tpeI"e. is anything
to be supplemented to the- origirill1 patent application (2$): No'
differences •.were. observed .In the trend between •Japan and the •• U, S.
in this respect.

\J ]4



96

3.3 THE CONDITIONS FOR UTILIZATION OF THE MULTIPLE

CLAIMING SYSTEM IN DIFFERENT TECHNICAL FIELDS:

(1) Object of the Investigation;

The conditions forut.ilizatton ofthemulfiple claiming system in each

technical field were compared and analyzed 'by sampiing.Uvd; Patents

belonging-to the Japanese companies, which were filed in a foreign

country and regarded as of relatively important inventions; original

Japanese Patent Laid-Opens (whichare unexamined Publjcatlona) of such

u.S . Patents; and Japanese Patent Laid'-Opens1:lelonginitq the U.S.

companies.

(2) Method of the Investigation;

i. Tq identify different technical fields, Sections in thEdnternationai

Patent Classification (hereInafter referred to as the)PC) were used.

ii. Random samplings were performed in each Sec~iqH"':A'-Hof the IPC to

sample 10 U;S. Patents (I)(total: 80 patents),which 'were filed' by the

Japanese companies. Their original filing date in Japan were on or later

than January 1,1990 .

ill. Japanese Patent L~id-Opens (II) of corresponding to (I) are saIllPled

(total: 110 patents out of .,117 of the corresponding original Japanese

Patent Applications which were combined by claiming priority rights).

iv. In the same way, random samplings were performed in each. Section

A-H of the IPC, in order to sample 10 Japanese Patent Laid-Opens (III)

.
on or later than January I, 1990 (total: 80 patents).

v , As for each sample, the number of claims, the number of

independent claims, and the number of drawings were checked, and each

claim was classified by category and was also classified in connection

with Item Nos. 1 to 5, Section No. 37 of Japanese Patent Law. Further,



.'

additional checking was conducted for-. .Intennal .addttion, external

addition, andrthepr-esencecr absence of the subatantlallysameclaims.

vi. Claims which refer to a preceding claim were automatically

idehtified<asdependentclaims; <and those which dovnot refer to a

.vii. 'As ·"for Cproduct;'claims uwerecategorizedinto' seven types

(l.devices, parts, and material; 2.chemical substance, composrtion.i.and

products: 3.prOdl.lction/manufactllring apparatusr vt.testlrig apparatus;

5.handing apparatus; '6'.ones .utilizfng the properties of matter;and'7.

'system).' Method'claims,were categortzed into three types (I.method of

production; 2. method ofl.lse;, and 3. method of handling). '

viiiv: In' continuatiorr-withrthe-Ttem Nos. 1 to 5, Sect.ion '37 of Japanese

Patent Law (hereinafter referred to as Sec. 37), the first claim in"each

application was. identifiedasthe'specifled invention, and the relationship

between-the 'first"CliJ.im'and subsequent claims was investigated.,

ix, The internal addition was judged in connection with Section 36

(hereinafteru:referred to as Sec'. 36). Claims of external addition were

counted in connection with Item No.2, Sec. 37;

x, In addition, each 'claim was checked from the standpoint of: the

substantially same claim; combination claim; sub-oombinatton claim; arid

Intermediate substance claim. Furthel';JapanesePatentLald-Opens were

checked for the presence of claiming ,the.domestic priority right.

(3) Results of the Investigation;

Based'. 'On the tabulation or'resultsof the sampling investigation as

to the above-mentioned (1) (U.S. Patents filed by 'Japanese companies:

total SO>patents) , (II). (J apanesoPaterrt Laid-Opens of· or-iginal. Japanese

Applications corresponding to the (I): tctalLl.O-patenta), (iII) (Japanese

Patent Laid-Opens filed by 'U'.S, companiesr. total 'so patents), the

investigation results were displayed in the following 'I'ables and Figures:'

36



J'I

.·TABLE-:1:utilizationerateDf the.multiple claiming system

TABLK-3(2): the number; of the applications :claiming,griority:rights

(the Japanese Patent,Laid-Qpens:of:U.S.companies)

TABLE-"4(H: the .numbe'r of claimsand::drawingsoL·Japanese

.companies

'TABLE-:2(1): a . tabulation of the number. "of, claims> and drawings

{Japanese companies)

TABLE-:2(2):a tabulation of thenumberorolalms.and drawingsf.the

corresponding U.S.:Patents of Japanese companies)

TABLE-:2(3): a tabulation of the.numbenof claimsand drawings (ms.

.cornpanies)

TABLE-:3(1): the number, of the applications elaiming-prfor-Ity.zdghts

(thecorr-espondingUvs ...Paterrtsof.Japanese companies)

TABLE-'HZ): the .numberof .olaimsand.dr-awtngsofLU.Svcompariies .

Fig. d: the-average-number- ,of PatenLolaimsoLl:>othJapanese.and

U.S. companies

Fig..2:. the average number :of drawings :in.thePatents of-both

Japanese and U.S. companies

Fig..:3: the .average number- .of •the .claims:. in: both .Japanese and U.S.

•Patents belonging to Japanese companies

Fig.. 4: the average' number. of .claims. in bothi,Japanese':and

U.S .Patents belonging toU,S" companies

Fig. 5: the average number of drawings in both Japanese and

U.S.Patents belonging to Japanese companies;

-,

Fig. 7(1): the analysts of thejcontents (categor-Y) oththe:fPatent

U·$,patents belonging to .r:hS .. companies

'claims of Japanesecompanies

,iF'ig." [(2): the analysisoftheconteI).ts (category) oL.the Patent

claimsof U.S.companies:;,

98



.-

-,

FIg. 7(3) : the ahlllysiS oftheconteiitsWlt~god)bfPatentdaims

(thecor-respondlng U.S. Patents) bf Japanesecompanies

Fig.8( l):'iheanalysis of the contents (in connection with the

specifiedihverition)of the Patent claims ClfJapaneSe companies (also IIi

Fig. 8(2): the analysis of the contents (in connection w1tl1the

specified invention) of the Patent . claims of U.S.·' companies (alsofn

connectionwith eachof'Item Nos., Sec. 37)

38

(4) Analysis of the Reslllts 'of the IKvest:ig1l.tiOri:

a .. Utilizat.ion Ikte of thE> MUHiP1E> Cl1l.imiilg SystelIland the" Number of the

Claims {'I'aBles1,2 and 4)

.As for the Japanese co!rip1l.nies,aria"\'"erag@vallleeiith.e'utillzatieih

rate oftlie multiple claiming isyatern was 45 %fat 1l.11Sectioils, 8.hd th.@

average/ nllmhE>r6:f claims pereachappl1catioii was 2.2. On the eith@r

hand, for'u.S/.companies/the former was' 89 % and 'the latierwas

11.7(claims per sample). This auggeetathat. Japanese companies h1l.-vea.n

extremely low/utilizatICln/atE> of the multiplet:lalmil'J.gsYstem in

comparisoii-With U.S. comp1l.rrie's;'

As fur ~ach Sectlorr,lrrSectioIiC, the trtilization tate ofthe multtple

claiming system is 85 % and the avetage nllmb~tbfth~/6laims184.3.

CorisaquentlY;ii?J1l.pan@Secompaiiles Sectton G h!ts aborisideta.l:lIY high

uttltzation level ofth~IiJli:ilJpleC!l1l.illliIig system IIi compar-ison with the

other Sections.

The average number of the independent claims in each of the

applicattona, in ...• JaparlE>seco!ripaIiiesis .' 1.3andZ;5iriU;S.companies.

Consequently, in t.hiilrespeet, U.S. companies aresuper'ieir to Japanese

companies.

On the other hand, with respect tot.heU;s;pat.erits (I} eif Ja.pa.iles~



companies, .the utflization r"ate of the.. multiple. claiming system in

Japanese companiesreacbed arraver-age Of 9.5% for all Sections, lind tbe

average numberor claims per each application reacp.eda. high.Jevel of

9.. 5. Inaddition.wp.en~.Il:Plin~se.companies file U. S,Patent. applications,

the companies claim a plurality of priorityri~htswith 1.4 of average

nllmber. of original Japanese applications, (although t!}erelire 127

or'iginal Japanese applicatiqn\l,oll. the basis of'which, th,=,$OU .S.]?atents

in the (I) claimed Convention pnior-ities, 17 out of 127 crtgtnal.Japanese

applications were withdrawn, because of claiming the domestic priority

rights so that 110 original Japaneseapplications .remainad).

Comparing the Japanese application of U.S. companies with their

cqr"respondingV.S...Patents .(sampling .w'!-!". conducted asto grlinteq .P.S.

Patents only), the average number of claims of Japanese applicationsand

c~aims 9fcorresponq~ngp.S'Pll-te.nts W"eJ:'e 9,7apq 12.3, respectivelv, I?

addinon,65 J\,-pll.n(;!s!'L Patent. Laid-Op,=ns.(III) .(out0f. 80· patents)

belonging to U,S. companies claimed th,= GqrlV~pt~o.Il pr"ior~tie\l~ Of. these

l)5.patents, only 2. patents .claimed a p~ur"ality. qfJhe priority. r~~!}t\l

(based 0n.1i pairqf p,S.applications) ..

,JudglngfroIIlabove, it .is recognized,t!}at: .when Japanese companies

file foreign applications, they tend to c9Psqlidlite a pl~r"lility of the~r

domestjcapplicatlonsand use the multiple claiming syatem.to fillyp the

contents of. eaohof.therrapplications..

In contrast with Jhis, U.S. COIIlPll.Ili(;!S rather tendtodecreasethenumber.

of the claims. when they file Japanese applications (probably.ito.cut.down.:.:\;"..:,' ;:'.;.;\-',' ,> >;,.,,:'.;,,:.");'-,:','::.'.,:' >::' , " •.....':.,':.,:,.<.:.',:.,,,,'--' ';"'..:,.,,-:..:.,.;,.;; -.: - -\ ..,- : - '. ' .., :,-" ...•.. :./ , •....

b,.TheNumber of the Drawings (Tables 2 andA. Fig;1j. 2alld 5 to 6)

T!}~ IiV(;!I'll.g(;!. number of. tb(;!qraW"ing\l.pf.. ,JIiPIl.Ilese.coIIlpanies and

drawings of U.S. companies are 5.4 and 5.5, respectively. Consequently,

there is subetarrtially 110 differenc.e.
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As for each of the Sections, the aYe~ag~ nUiIll:>er,bfthe;<:llCa",ihgs

(0.6) in Section Cis. ektremelylowincdmparisomwitheremaining.Sections,

which' clarifies the characteristics' of the classification,

The . average. number' of the invention .drawings in U,S ;;Patents

higher' than the origihalJapanese applicatlons.i However, -takingvinto

consideratiorrthat U.S. Patents" are' consolidated insingleUS application

based on a plurality of Japanese applications; it Is 'recognized that·the

average. number 'of invention drawingscor. the.t.or-igtnal . Japanese

applications is considerably high.

>Therewas; no. difference' in the .average number of.rthe drawings

between Japanese applications of U.s.compahies and the "corresponding

U.S. Patents,' the averageinumber was 5.8 In each .Japanese-applieation

and 'thecoi-respondmgUrs. Patent.'

'As' fOr the number or: the .mventioni.drawtnga/the .nurnber-sof

independent claimsr-vthose of. Japanese "applications of;Japanese

companiesvof Japanesaapplicationof U.S, companies, and ofU:S. ,Patents

of Japanese compahiesw'ere.4.I, 2'.2; Bind 3;5; r-espectively, As a; result; it

is' recognized that the number of;the drawings perindependeht 'claim' of

Japaheseapplicatiohs;belongihg •to the •Japanese companies, Is heatly

double as many as that -of the d'rawings. pel'"IIidependent claim of

Japanese application belonging to U.S. companies. Consequently, it is

recognized that the independent ·.claimsofJapaheseLapplication of

.Iapanese companies are filled up with drawingaiin comparison with

Japanese applications of u.S.compahies;.It is recognized that the reason. .

why the number .(3.5) ofU;S;Patehts;Of Japanese companies appear's- to

be low is mainly that-the number of independent claims is increased (due

to claiming a plurality of the priority rights in eachapplicatioh;/orlO

addition of riewclalmsvor- to the reduced number of thedrawingsrn each

foreign application).
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c. Category:rbf the Claims (Big; 7):

JaPanese companies.. use 'd,' ouL' 'of" :10: categories:" (product: ',,7

categories; and method: 3 categories)thrO)1ghall Sections,.,Particulady;,

three'categories:':(devices""parts, 'and' material; .chemical .subatance,

compositionvrand products; and method "of pr-oductionj.voccupy

approximately ,90 % with respect-to all .the Sectionson average,' and one

(devices"parts,,:andmaterial):or.these. three, categories', occupies greater

than 50,%.\:, :1';s for the, ccrrespondingvIl.S. .Patents of,:.the Japanese

companies, ;,they 'show substantially the same' :tendency" as Japanese

applications of Japanese companies.

: .On; the ,other vhandv-the-D.S. companfes. Use .all. the. ,,lOcategories

through all: Sections" andthree.categomee.jdevtces, parts,.·an,d material;". .- .' . . ' ... " .- .. '.

chemical substance, composition. and.. products: and method of

production) occupy approximately 80 %,w'i,threElpectto all the:SectiQnson

average. In thethree categories; eachutilization:rate is around 30,%.

"Judging f'romrtheabovevdf is .reoognized .that.Japanese.companiea

Prepare claims in::,pecific, categories in a'cQnElidel'eIl,blylimited:rmanner,

whereas U.S.cornpanies prepare various, types of.claims byusingvarfous

categories.ParticuladY,:r U,S ,companies .use., categoriesoLs,yste,ms,

handing apparatUS,:methochof Use, and method.of handling-that .Iapanese

companies do not use or-scarcely-use.

d. In connection with each Items, Sec. 37 (Fig. 8)

1';Elfol'the"condition. ,of Japanese-companies.In utilizaJ;ion, there:eIl,re

average: : the .tnternaladdition claims (conventional, embodiment claims)

occupies 53, %; claims, in connection with .the Item: No. 2 (the external

additionmlaims were; counted .In the same .Item) occupy.Sf %;:Glaims in

connection; :witlli'the Item ]11"0;:3 occupy" 9~;claims in connection with-the
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\./,'

Item No: 1 occupy 5' %; claims Inconnectionwith the ItEmiNo; 4 occupy 5 %;

andtclairns In-connectlorrwithrtheTtefn No.50ccup;y 3%. As for the

oondrtioris of Japanese companies 'in uttllzationvin all the' Sections on

average, the rate is higheriri Interrial.addrtlon. However, in differeni

SectiohHhaSalmdstthe'same utilization rates in the Item Nos. 1,2,3 and

5,whic!1 means that Items, Sec.37 are well utilized iriSectiohH. Similarly,

the rate of internal addition is relatiVely Iow in the Sectforis B,G arid A,

'whereas the-rate of the claims Inbonnection with Item Nos.2 (the external

addition is included), 3 and 4 is high. As forBecbionsC, D, EandF,the

rate of internal addition is high. Particularly, for the Sections D, E and

F, it is recognized that the clalms in connectionwlth eachItemaresetdom

used.

Asforfheconditron-or U.S.Jcompaniesin utilization; the rate of the

inter'nalr-additton is slfghtly'higherforalF Bectioris -on average

(par'ttcular-ly, the rate of the iriterrialadditioniriSectioris BandC is

high).' Nevertheless, iFisreCdgnized'that in each Section UScomp'anies

fully use clairnsInconnectfon with 'each of theItems,Sec.37.

e'. Thcis\lostantiallYsamecla.imsAndothers;·

ClaiIjiH,which do not.rrallunder Items, Sec. 37 and correspond to

mere vmodifdcations ihexpressioh- of other claims, were-counted-as the

subatantially same claims. In this'case/thehumoer of such claims WAs

zero In Japanese Patent Laid-Operis-Hl ) 'of Japanese oompanlesv-whereas

thevnumbar ,dfsuch claims' was 68 in total iuall Sections in Japanese

Patent-Laid-Operis (III) of·TJ.S[companies.

The numbervctccombtnattori claims' was vone in JapaneseiPatenf

Laid-Opens (II) of Japanese companies, whereas the humber '.' Of

combination claims-was Y'{F: 4; and G;:3) in total 'in all Sectlons Of the

Japariese-Paterrt Laid-Opens (IIIrofU.S. companies.
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There were, nOS\!b-combtnationc.claimsj.in the Japanese, Patent

4J

Laid-Opens (II) of,J'aPil.n.ese. companies, ,,,,,hereil:stllen\!mber. oftlle

sub-combinattonclaims was c7(A: 4;il:ndF:,l),in total Inall Sections .of'the

Japanese Patent Laid-Opens (III) of U.S. companies.

'<l'henumberofintermediate.substance .claims was 4 {Section Olin

the JapanesePatent.Laid-Opens (:rI), ""herea§. the.numberofjnterrnediate

substance claimawas-? {C:4;,·and .p:.3}intotal In.all-Seotdons.of.Japanese

Patent Laid-Opens (TII)of D.. S.' companies.

()fthe 110 Japanese Patent Lald-OpensfIl ), 11 (A: 3; B:3; C;3; and

H:2) claimed the domestic priority r-ights.

recognized that .SectionC hascahigher utilizationa-ate. andagpea;ter

il:v:E'Til:genumber of claims than the otller,Pection§. This§llowsa higher

utilization condition of the. multiple claiming §y§tem .inSection.C,

With respect to drawings, Japanese companies have a high average

"In comparison with U;.S .companies,Japanese companies scarcely

use the multiple claiming system. Under .sllchcircums;tance§, it is

Valii!'itYof patent claimsto ,U.s.comp/3,nies.

With respect to claims in connection with Sec. 37, they are used wellc_, ,_._ ,'.<.' -'-',"_ <.,', _,_·,,',C.. .. "_',' ··.·.,·v·····. __ ,' .,., , '. _,,",' ,', -.'.-,' ".", -.,-

(p);Conclusion of the Investigation:

number of drawings and thus have il:cf:lt;1sideJ:'ablYlligg.g;tilization

condition fordpawings, whtch.Is.almost equivalent to U.S; companies.

With. respect·. to. ca;teggl.'ies,Japanesecompani!'is are..tl'lfeJ;iorintlm

Sections, Japanese companies showian uneven. utilization thereof•• ;Jn

contrastvwtth this, it dsrecognized that, as "a whole, ,U.S. companies

prepare claims -in afine-;-,drawing manner.

Wi;tll, respect •to;tlle .subatantially same claims Jexcept.tllose

classified in Item No...? Sec.,,;37), .Iaparrese companies Qo"no;t,use.them,
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whereas thev.are used frequently by:U.Socompanies.

As described above, U.S. companies prepared many-sided claims in

a f'ine-sd rawing manner to obtain patents, which were strong in both

offens.ive and defensive aspects. Consequently, it; is recognized that

system in Japan between Japanese companies and U.S. companies, We

expect the Japanese companies to use the multiple elaiming svstem more

frequently in the future.

Though we have performed a substantial. statistical analysis' In the

above, we recognize that it. is necessary to perform .individual'

.. comparisons and . analysis of . the contents with respect -to: specific

Sections.
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TABLE-l Uti l.izationRa te.cf the Multip.I eCJaimingSystem

Number,of samples

45

106

.. .. ... ... . ...

Sec ions' A B . C '.. D E F G . H Total
.

Single
,.. ' ..

9
......... r "8 ..

9 ..' I
. J claim CA) 6 2 9 1 6 1

p .

• ... .

J P Plural claims .' CB) 7 6 1 1 ·, ...L a,. 6 9 . 6 4 9
P A

... ...... . .. ,....... •• " . .. .....
T B/ CA+B) x 100 (%) 44 50 85 10 21., 43, . ;50 46 I 4 5

C
0 U Siagleclaim (AT '·')'0 1 a 1 a a 1 4
M S

..

..... ...... 'c.,,',,'" -
p p FluraLc la ins CB) 10 9 9 1 0 9 1 a 1 a 9 7 6

A. .• ,
• .... ,. . .

·T B/ CA+B) x 100 (%) 100 70 90 100 90 90 80 90 9 5
. . .

.

U J Single claim CA) a 3 1 a 1 1 2 1 9
S P

.

C P Plural claims CB) 1 a 7 9 1 a 9 9 8 9 7 1
0 A .

M T B/ CA+B) x 100 (%) 100 70 90 100 90 90 80 90 8 9

Note

JP PAT: Published unexamined Japanese Patent Laid-Opens
US PAT: Registered United States Patent
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TAB L E - 2 (1 i ATabu'la tTi)!; ot:lhe, Nu"IIiL~r" bc, Cfa ills' 'al~d'- D'ril~i~~:gs', .: ( 'J~'Danes'~ COnlP'ad'ies )

Sections A 0 C D E F G II Tolal
No. of saenles " (total) (A) 1 6 (19) 1 2 (7) I 3 (7) 1 0 (10) 1 4 (14) 1 4 (14) 1 8 (18) 1 3 (15) I I 0 (127)
No. of claims (total) (0) 2 8 2 7 5 6 I 5 2 1 3 1 4 0 2 7 2 4 5
Av. No. of CiaI.,.(C -B/A) 1.8 2. 3 4 .. 3 I. 5 I. 5 2.2. 2. 2 2. I 2. 2
No. of fndependenlcla:igs (Tola)): 2 I I 6 I 9 1 0 1 4 'n 2 4 25 14 3

.; M.' No;-or inde'pe'ndC'nlClai.s 13 13 j 5 1.0 L 0 Teo 13 I. 9 '" );3 ..
NQ. of drawings (total) (0) 7 1 8 9 9 7·6 .. 97 089 ' i' 2 2 66 ;'67 2

Av; No. of drawings (E~D/A) 4>4 I 7. 4 O. 7 . 7. 6 6. 9 6. 5 -=-6: 8 '5: 1 6. I
Drawings covering invenllon(Lolal) 6 7 77 8 7 4 8 1 • 77 '. 99 ...... '55 ., 58 9
Av.. drawings covering invention 4. 2 6. 4 0, 6 7, 4 5. 8 5. 5 . 5. 5 4. 2 5. 4

DI;awsin~s covTring :invention v.
3. 2 4. 8 O. 4 7. 4 5.8 '5. 5 4. 1 2. 2 4. Iindcpcn enl.e aims

*: NumlJers in parenthes ls include applications
wHhdrawn as aresuH.:oLclall!in~, doeest.ic prlor ly

TAB LE - 2 (2) A Tabula-tion of lheNumber of Claims and Drawings (the Corresponding U.S.-Patent's of J~pa~ese' C'ompanies )
. .

. Sections A B • C D .E F G 11 Tolal

No. of samples' (total) (A) 10 1 0 1 0 I . 1 0 j 0 1 0 I 0 I 0 8 0
No. ofvcla ins (total) (B) 84 86 7 0 1 4 o· 65 119 I 0 5 8 6 7 6 0

Av. No. of claims (C~O/A) 8. 4 8. 6 7. 0 I 4. 5 6. 5 1 I. 9 10. 5 8. 6 9. 5
No. of Independent claims (Tctal) 1 7 1 8 I 3 2 1 1 3 2 1 26 23 L~
Av. No. of independent claims I. 7 I. 8 I. 3 2. 1 I. 3 2. 1 2. 6 2. 3 I. 9

No. of drawings (total) (0) 6 4 8 7 1 2 8 1 9 8 7 9 1 0 1 7 0 5 9 2

Av. No. of drawings (E-D/A) 6. 4 8. 7 I. 2 8. I 9. 8 7. 9 1 O. 1 7. 0 7. 4

Drawings covering invenlion(lotal) 6 4 77 1 I 7 8 93 7 2 7 5 6 2 532

Av. drawings covering invention 6. 4 7. 7 I. 1 7. 8 9. 3 7. 2 7. 5 6. 2 6. 7

Orawsin~s coviring invention v. ····3. 8
. .' '.

indepen eot c aims . '4. 3 O. 8 3. 7 7. 2 3: 4 2. 9 2. 7 3. 5
..

TABLE'~2_(3) ATabulation of the Number of Claims and Drawings (U.S.compaines)
.. . '.. . .....

. ; Sections A B C . D E F G. '11 Tolal

No; of saenjes • (total) (A) 1 0 I 0 1 0 1 0 I 0 1 0 1 0 1 0 8 0

No. of claims (total) <B) 201 8 0 1 0 9 1 3 3 1 5 4 87 6 5 1 0 7 936

Av. No.nf ciaimslC-O/A) 2 O. I 8. 0 1 O. 9 I 3. 3 1 5. 4 8. 7 6. 5 1 O. 7 1 I. 7

No. of independent claims (Tutal) 3 6 2 4 1 6 2 9 3 0 2 3 1 8 27 203

Av. No.-of'independenl claims 3. 6 2. 4 I. 6 2. 9 3. 0 2. 3 '·1. 8 2.7 2: 5

No. o(drnwfrigs (InCil) (0) 16 9 5 . I 6 27 8 3 6 7 5 6 90 '4.56

A~. No.vof drawings (E=D/A) I. 6 9. 5 I. 6 2. 7 .8. 3 6. 7 5. 6 • 9.0 5, 7

Drawi'ngs ,', cover irig 'r nven rion(to tat) 15 . 90 16' .. 21' 8 3 . 6 4 5 1 .. .8 6 1····438

Av. drawings covering invention 1. 5 9. 0 I. 6 2. 7 8. 3 6. 4 5. I 8. 6 5. 5

Drawsin~s covering invenlion v.
2. 8 3. 2 2. 2lndepen eot claims . O. 4 3. 8 1. 0 O. 9 2. 8 2. 8



... . . .. .

" Section A B C D•••• E F G H .. Total
'.' "

" JP PAT without priori ty rights 1 3
. ,

claiming 2 3 3 1 2 1 5 ,.
. ". ,,',. , .

.. . ,.

. JP PAT claiming one priority right 8 8 7 6 9 7 8 10 " ,63
, .'

.'

'. " .
'•.

.: ""

0
,

..JPYAl&liJ,lmJ.n.g.2prio,rjty,d gh t s
·

.Ie,
•..~ n_ "J . ,

'.' ' i, .

, . .,. ,
•

, .,.. ., '..' ',".' ,',,' ,.

47

No. of samples

No. of saap Ies

TAB L E - 3 (1) No, of app licat ions claiming priority rights
( USP of-Japanese companies)

TAB L E - 3 (2) No. ofappl ications claiming priori ty rights
( JP PAT of US companies )

, , ' ~
, . ', '. " ..

" , > . I.
,Section

I
A B C D E .F G H Total >

·

,
•

, .
" ... !

USP wi thout claimillgPriori ty rights
...

y, ' '

,..... .', . , ' . .
,

. .
·

50' IUSP claimIng one priority right 2 4 6 10 8 7 7 16
.. . . . . . , . .

. .

.,."., !USP claiming 2 priori ty rights 3 5 2. , 2 1 3 .' '.
1 6 ..

,

", "

4 1 1 2 1 1 1 1 1., USP'claimillg 3 priorilyrig!tLs

US? claiming 4 pr ior i tyr ights . 11 1 .,.
" , 2

USP claIming 5 priority rights
· F

'.

1
I

..
.

, . ,"'. ,

108
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TAB L E - 4 C1) . The NuIhberOfClaimsilndDhl\virigStj[ Jkpkh~se Companies

.

.. . ,.. .. . ......

Sections A B C D E F G H Total
..

• •••••

Number '.' JP PAT 1 6 1 2 1 3 1 0 1 4 1 4 1 8 1 3 .' 110· .
'.'

of samples US PAT 1 0 1 0 1 0 1 0 1 0 1 0 1 0 1 0 .... 8 0 ;.
·

";25
,. ....,..

Number JP PAT 28 '21' '5 6
" . 21 31 40 . 27

.'. ·

•• of claims US PAT 8 4 8 6 7 0 145 6 5 .19 105 8 6 7 6 0
'....

, Av. Number. JPPAT 1.8 2.3 4.3 1.5 1.5 2.2 2.2 2. 1 1'2. 2 ,.

'.
..

., of clains 8.6 14.5
" .

US PAT 8.4 7.0 6.5 1.L9 10.•5 8.6 9. 5.. ; .

Number JP PAT . 7;:6
. , .' :6 6

. I·
L-. 8 9 9 9 7 89 .12? i67 2

'. ,\.;
1 •••..

. '. 1

9 17i 'i'
..... ') , ., of drawings US PAT 64 87· 2 81 98 7 101 I

. . .

I' 7.4 .. 0.7
....

• ••

I.. •·Av.Number JP PAT 4:4 7.6 6.9 5.5 5.5 4.2 5. 4

'.,
. of drawings US PAT 6.4 8.7 1.2 8. 1 9.8 7.9 10. 1 7.0 7.. 4 1-;

TABLE-4 (2)TheNumlJer.of Claims and Drawings of U.S. Companies

.: Sections .: A .: B C D E F G H Total
i j,

4 INumber US PAT 4 7 6 6 6 8 i5 4 6
I,

of samples JP PAT 4 7 6 6 6 7
Pc

4 4 5 I'
. .

I
Number US PAT 63 7 7, 6 0 8 3 '6 9 111 71 3'4 5 6 8 Ii

.

.' i. of cla ins JUAT . '76' 42 6 1 3 5 6 5 6 8 4 2< '3'0 41 9 I
.

•• ..' -. '"

. . .. ..
11. 0 i8. 5 :Ji·Av.Number US PAT 15. 8 10.0 13.8 11.5 13.9 14.2 1 2

..
..

'. ', '.

804' .'ii. 9, 7 ,.: . of Claims JPPAT 19: 0 6.0 10.2 5.8 10.8 9. 7 5
. . ' ... . ' . . .

i. .

2\9 '.N~mber US PAT 8 7 2 1 4 28 .4 0 1 5 .9 2 6 ._ 2
. . . i" '

• of drawings JPPAT 8 8 0 9 1 9 4 7 5 4 2 3 31 2 7 1 ;'
-.

·Av.·Number US PAT 2.0 10.3 2.3 4. '7 .. 6.7 7. 4 5.2 8.0 . 5. 8

of drawings JP PAT 2.0 11. 4 1.5 3.2 7. 8 7.7 4.6 7.8 5 . 8
_n____ •.. ...... ----
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FIG> 1 (I) The Analysi'sof the Contents ( cateecrv )of the Patent Claims of Japanese Companies
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FIG. 1 (3) The Anelysisjn tantents (Category) of the Claims in the Patents ( the Corresponding U. S.Patents ) of Japanese Comll;anies
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4. .conctuston .

We have presented in the above thefesults of the surver and the .
exam.inliMon on various matters relevant to filing a patent application
for related inventions;· They may not be well managed, but· we would be

. happy if they coUld contribute in any manner to the further
development of "patent management in each corporation.

We believe the Improved System· of Multiple Claims is provided
with many unclear factors. And yet we believe these unclear factors
will show themselves ·to us more clearly in the future because very few
applications utilizing the Improved'System of Multiple Claims have
been exam.ined so far. We will face these unclear factors in·the
future.

We Wish to express our deepest sense of gratltHdeto
corporations both.. .in. Japan .and.l).S. for their. grell~esLcooperat1on
answertng.-the questionnaire in the process of preparing this paper.
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The ProperOganizationcandContent of
the "Description" Portion of a U. S. Patent Application

Thispapero/.ill review the requi:rE:!InE9Jlj::S{for the

"description" portion of a United States pat'~~t application.

I will first review the statutory provisions and recent case

law and then make somespecificsuggE:!stipns with respect to
-,' .• -....- .•....-..... ,..:

patent applications for elect:roniQSYl3tE9ms and software

relatedinventipns;:

The statutory requirements for patent specification are

set forth in 35 U. S. C. 112. The Jixl3t .P£lragrapl:;l:;9fse.cj::ion

112 states:

''''The sp~ftititiQii.~ii3Ji contlJn .;~.·.~tieIi;descl"iJ)ti()1l oftl1e
invention;'.andcofthe]liaJiriero anchUrucess uf making and

{using it;' in such full; clear,-conciseand exact terms as to enable
any person sIdlled.;irifhe'ariIdwlllchiWpertains, or with which
it is most nearly connected, to make and use same and shall set
forth the best mode contemplated by the inventor for carrying
out his invention." (Emphasis added)

1



the essential element of the specification are therefore:

• the written description;

• the manner and process of making and using (Le.

enablement); and

• best mode.

written. Description

ThereqU±rementfdra writ ten descripticm oft.:lle

invention is sepa.rat.eancidistinet from· the reqUirement for

enablement. It ispossiblEdfo:f a spe6ifi6a.'tlon toenaJ::J1e the

pra.c:t.iceofaniMenti6na.s broadly as it La claimediin.d

still not describe/the invention (Re Di Leone?; 436F2d. :140'£',
:168 USPQ592,/693 (:l97:lCCPA)) . Forexa.tr!ple, aspeci.fi.ca.t'i.'dn

which desCribes one chemicalCOmpoUrldm:i.ght eIla.bie' a person

skilled in the a.rttb/ma.kearid use other rela.t:edComp()unds

which'· have not;" been explicit.lY rla.medoJ:"described. IIlaSrnu.ch

as't.heoriginalClaims of a·piiterit appl:i.ca.'tlonmaY' be used to

supplernent the description without raising questions of new

ma.tter/t.he sUff1cieIlcYdfthewrit.tEdri descripti.db.u§Ua.lly is

onlyquestionediricases where the su.bstance ofth'e' 6laim§ is

broadened or changed by amendment, in interferences, or where

an applicant is attempting to obtain the benefit of an

"2



,3

(Northern Telecom Inq. v , Data !'oint

Corporation, 908, F2d 931,.15 .USPQ 2d 132:1" 1326 (Cl\.FC :1,990».

earlie~,applicationfiling date under 35 U.S.C. 119 Or 35

Instrl..lIfient:~, Inc. v.U.s,. Int'l .. 'I':r;ad,e.CqInIni~siQni871, ;F2d

express or inherent,to make it clear to one skilled in the

U.S.C. 120.

.Co... m...p.lianc~.wi.ththe. written description requirement ifl,a
,,_.. .. .', ;-',' i .. -:.. " '-",""_ '." .' ....... , '. : " ', .. : _._." _.. .."0 "0" 'i _. ,',.' ,." .. _ '- __ .,'- .•_ .. ", ... ' ,,' ,- '- ..

The essence of the written description ~equirement is

that an application must contain sufficient disclosure,

607F2,d )385, 2.03 USPQ27 (1979,C.l\.10 ;Qkla.l Texas

1054, 10 USPQ 2d 1257 (CAFC 1989». However, .t.he

spe<::~ficaticon~does no~c_ha:lTe toe:lCpcressly include ·rrtatters

which are commonly understood by persons skilled in the art.

For example, the disclosure in a subsequept patent

application of .an inherent property of a product does llot

deprive the product of the benefit of an earlier filing date .

que.st.. Lon oK f act; which. is decided. ;.qna"q?lse~bYccasepCl.sis.
.. .. ' '0';" " ,',_ .• ,:,:,_.'_ 'C""'_"."".".; ,,"",_ ",,' •.••.... _•. .'.• _ ',,' ",·'_,'.x .' ',' -', '. .. ;., ,.,

art that the patentee was in possession of the claimed

subj ect.matter.atthe t:ilneof ;fi+il1,gt.he~ppl,iqation (Plastic

Cq.f!tai.f!~rJ;ozp, V . Con tinentalp,lastiqs of 0k,lahqIfia, Inc.,.

122



.Enablerrtent

The specification must also contain a description which

fficIenttoenabieone'who'was skiiled InEhe pertInent
art on the date the application was filed to make and use the

invention The specificat,ionneednottea.ch,andpreferably

omits,' what is known Sn.the; .axt. (HybrLtech, znc,'. ;v

MonoclonaJ.;An,tibodiesJ, Inc;i.802F2d '1367,231 USPQ, 81; (CAFC

1988)·). . However ; skilled persons must. be;abletol practice

the invention basedonthespec&fica.t&onwithout.undue

expe.rdment.aud.on,' The app.Li.cant.rds not required to explain the

scient&fi.C principles which underlie his, inveritionnor is he

required ..to show that his inventionha.sany advantages over

the prior. art.

Compliance with the enablement requirement is a

question. of .Law, but; .the.remay be.'·and;ofteri·are 'underlying

fact -Lsauea which must be; resolved (Amgen,Inc •. v' Chugai:

Pharmaceutical· Co. ·.Ltd,927F2d1200,1BUSPQ. 2d 1016«CAFC

1991)}.

Therequirementsfor<an enablirig disclOsure rundezv: 35

U. S .C:.112ar.ernore.. strictthanthol3e' which .:would be'

4



sufficient to anticipate arc.Lai.m under 35 U.S.C. 102 (Chester

v. Miller, 9·06 F2d 1574, 15 USPQ 2d 1333 (CAFC 1990» .

Best··Mode·

The purpose of the best mode requirement is to'restrain

inventors from applying for. patents while at the same time

concealing from·the public preferred embodiments of their

inventions; which they have in<fact conceived. (Inre .GaYle 50

CCPA 725./309 F2d769,135 .USPQc311·(CCPA :1962) There is

no requirement that:.:thebest mode dis<::.losed in·fact·be·the·.·

optimummodeofLcarryingout ·the invention; .Even' ifthe·reis

a betteremode;' .thee.patentee's. failure to disclose it wi'l:l' not

invalidate the patent if he does not know or. does not

appreciate that it is the best mode.

compliance. '.with.the.pest mode 'reqilirement ·isac question

of fact,;.'· .The patenteerrtust disclosethe<Pest'modeknown to

himceven if it i.stheinventionofanother (Conso1.idated

Aluminum Corp. V. Foseco International Ltd~, 910 F2d 804, 15

USPQ 2d 1481 (CAFC 1990». The disclosure must set forth the

the art to practice that "best ,modewithLreasonable .effort.

5
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(Kempcast corp.····V; ArcoInduspries Corp., 913·F2d 923, ·16

USPQ 2d.1033ec{CAFC1990)};

Although, not eXplicitly required by U;S.La.w,;'it is

generally good practice t.o.tLncd.ude: in the Sl.l.furna.ry' of the

Inventi.pn section,some obj ect.s of the invent:i..6nand a brief

dd.acuasLon- of how) the invention dif·fersfrofu' the"pr.i6r art.

The enablement and best mode requirements of §112 are

Relevant data Cannot be' omitted from the patient. 'application

merely because it is characterized as "manufacturing data"

"customer requirements" or even "trade secret". Information

Organization

The Patent Office guidelines for drafting a patent

application are set forth in §601 of the Manual of Patent

ExaminingPrpcedure {Appendix I}.' The 'wi'itten'deS'C:dption

part of the specification is usually divided int6cthree'

.se.ctionsc: ,the Background of the Inventionwhich:i!nCludes' the

Field) of' rnventionand a Description of the Redated Art; the

Su:mmary of'. thec;Inventioh and the .Desct'iptionOf··the

pJ;'eferred,Embodiment{s)



typic9.lly~ddressed in the Description of <the Preferred

Embodiment(s).

Th.ei:written description must provide. support .fo.r 'every

element of every claim d.n the application. Therefore 'it is

certainly good practice to diagram aHclaimsandcross-check

the written description for support of each of the diagrammed

elements.

Computer Related Cases

The Norther;n. .Telecom case (Northern Telecom,· Inc.

Data Point; Qo1:p. )supr'a providedsbme guidance<1'lsto' the

c'iegreeof,disclosure needed to, enable a cqmputer<program that

j,mpleIllents 1'l,cl1'limed devdce- or me.thod. ,.ThaLcase, held' thirt,'

- the amount Of discl.osure.that.is necessary toe enable'

practice of an invention that utilizesa:compiiter.programmaY

vary according to (1) the nature of the invention, (2) the

role qft:f1e ,program in' carrying itlout: and, (.3) the complexity
, ' , ''> '-. -

of thecont:emp;I;atec'i programming; and

-t:he, possible design of superior softwarej.'or whether

7



way;' is nof'relevarit:iridetetmtning whether the:i.nventorhas

complied with the eriablementrequirement;

reglilatioris>setfort:h iriMPE:P§2i06.02for disClosure Ln

computerprogra.riimirig cases (ApperidixII) 'as 'well ast:he

informal guidelines pUblished by Examining Group 230 which

reviews' computer related a.pplications' (ApperidIx Hi).

Speciar'problemsa.rise' when deal:i.rig with'eleceron:i.'C'

systems>arid6'omputerprograrn inventions which areoft::en

describe'd in 'terms Of '''black: boxes" . while ,thfs'praetice

cei'rtainly Simp:lHiesthedescriptfon o'fcolllpHcat'ea syst~liis;

it is fraught with'd.anger from the stan.dpointOfenaJ:JleIrlen{;

Inouct ,offi'Ce, 'wei 'advise6urattOrnEl¥S that black box

diagrams Shbuld'onlybeused when the concent; o{ each b'dx is

either is avaHablei'as' a catalog component or softWare'liiodule

or is adequately described in a single prior art pUblication.

If this is not the case, the relevant black box should be

expanded'witha.dtlitLonaf drawings arid "w'dtten d.eScription

until the individ.uar "'coIllp'dneritssatisfyth:i.srequirementO'

While the 'a.ppl'±caritisoidirl'arIly per1llitt:E=dto c'dinnames fOr

the various bla:ck"boxes , this,'can be "s'elf-defea.tiI1g:tf' it

8



128

Lat;..erlJecomes necessary to refer to commercial producns o.r
.. , .. ' , , .. " .. ".' - .. -.' .. ... .... ,

pulJlished descriptions. Thus, ;the terminology used in the.

written description should track that used lJY component

~nu1iacturers aIld, prior authors. Inthe.same~IlIlE!:r",itis

partic:ularl¥dangerous to use the same name to descripe;two

black.boxes whichhaves1,1lJstaIltiallydifferE!Ilt, funot.Lone i

At t.hds time thE! PatE!ntOffi,C:.E! i.nfp~lly qiscourages

applicants from listing computer source and/or object code in

patentctI;:>:eli.satie>Ils and states that;" fl;"ol:l\a!l',examination

stand:eo,int,}r;tclusionpf source code wi,II'Ilotg;1,1a:r"aIlteE!<

complianSE!.wi.th, th,eenablelll.eIltre<wi.:r"ement."qn.the ot;hg:r"'

haI:\q",.if. the ,inventor has actually,wri,t:ten, code. at the, time;:, -,::",: ..' ;', -,- .' ... ' ',' :'.. ,' -,' --' ',.' ,-, ': .... ,:. '-",'.., ""'" "",'. " ,.' .,'.' '. '. ' .. ' ',",'''' '- -_.. -.,. -',' '.' ..

the..app.Ld.cat.Lon is .filed, failuretbinclude,:a listing is an_..~. ":..;-.:.:·:;.:c~~:..-. .;....'.._';0;0;..;;. ..;;;,· ~. ""' _'.,~.:'.~_.:.._·.·,~ __;.';m __.._·.~~ .. ,_, _',_ .. _ ,. __ _"-L~_"'" ,, ,,;., __ " """'.',;_-'0" 0 ••• ',.,,·· '0" ,'." ,,- ..

invitation fOl;" .a be~t mode cha.llE!nge.d,:u,ri.Ilgan iIl,terfel;"ence

o:r" litigat,ion, As a general,r1,1l..e we inc.lud,e,al:i.Sting of

l;"elevant s ourc:e codellle>d,)llesasaIlappeI:\di.il<:tQthe,

speci.fication.

AI~o ne>tE! that despitE! Group;l30's.gu:i.Cielines.whic:h' ..

suggest that programmer's comments be inqluded with .listings,

often out.dat.edxxr .~.'rre..:L.e:v;a.nt.an<~ .ha:v;epQt,E!nt;Aa.J,. ,fol;"c:a].!singi'
.. .. -..' .. ,' -',',- ,', ..... ,'..' "., ....".......... ," " ...

9
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Append;~){I
MPEP §601

1.30.

GUIDEliNES FOR DRAFTING A MODEL
PATENT APPUCATION

The following guidelines illustrate the preferred
layout and content of patent applications. These
guidelines are suggested for the applicant's use.

Arrangement and Contents of the Specification

The following order of arrangement is
preferable in framing the specification and,
except for the title of the invention, each of the
lettered items should be preceded by the
headings indicated.

(a) Title of the Invention.

(b) Cross-References to Related
Applications (if any).

(c) Statement as to rights to inventions
made under Federally-sponsored research and

development (if any).

(d) Background of the Invention.
1. Field of the Invention.
2. Description of related art including
information disclosed under

§§1.97-1.99.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred
Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure.

Content

11

(a) Title of the Invention:.(~')l'.37CPR

1.72(a).) The title of the invention should be'
placed at the top of the first page of the
specification. It should be brief but technically
accurate and descriptive preferably from two to
seven words.

(b) Cross-References to Related
Applications: (See 37 CPR 1.78 and MPEP §
20Ll1.)

(c) Statement as to rights to inventions
made under Federally sponsored research and
development (if any): (See MPEP § 310).

(d) Background of the Invention: The
specification should set forth the Background of
the Invention in two parts:

(I) Field of the Invention: A statement
of the field of art to which the invention
pertains. This statement may include a
paraphrasing of the applicable U.S. patent
classification definitions. The statement should
be directed to the subject matter of the claimed
invention. This item may also be titled
"Technical Field" .

(2) Description of the related art
including information disclosed under 37 CPR
1.97- 37 CPR 1.99: A paragraph(s) describing
to the extent practical the information known to
the applicant, including references to specific
documents where appropriate. Where
applicable, the problems involved in the
information disclosed which are solved by the
applicant fS invention, should be indicated.
This item may also be titled "Background
Information" .

(e) Summary of the Invention: A brief
or general statement of the invention .'
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(g) 'Description of the Preferred
Bmbodimentrs): ,Adescription of the preferred
embodiment(s) of the invention as required in
37 CFR L71;Thedescriptionshould;be as
short and specific as is necessary' to; adequately
and a9curatelydescribetheinvention.' This item
may also .be.titiedil'BesLMode for Carrying 'Out
the-Invention":

(f) BriefDescription of the.Drawingts):
A reference to and briefdescriptionofthe
drawing(s)assetforth in 37 CFR1.74.

treated brietly and only to the extent that they
contribute to an understanding of the invention.
This item may also be titled "Disclosure of
Invention",

"Where-elementsor groups: ofelements;
compounds.randprocesses, which-are
conventional and generally widely known in the
field to which the invention pertains, forma
part of the invention described and-their exact
nature or type is not necessary- for:an
understanding and use 'ofthe invention by II
person skilled in the art; they .should notbe
described in detail. However, where particularly
complicatedsubject matter.isinvolvedorwhere
the, elements.tcompounds.cor. processes 'may not
be commonly or widely known in the field, the
specification should, refer to another.patentor
readily available publication which-adequately
describes the. subject matter.

disclosure as a whole. The summary may point
out the advantages of the invention or how it
solves problems previously existent in, the art
(and preferably indicated in the Background of
the Invention). In chemical cases the summary ,
should point out in general terms the utility of
the-:'mventioh;';~Jf"j?bssiBle;"tlie"',nawre'QTlrI-'(h'~'F'i~'f'

the inventiveconcep



may be required to come up with the detailed
relationships an applicant alleges that he has
solved. See In re Scarbrough, supra at 302.

].3

Appendix II
MPEP §2106.02

establishing a reasonable basis for questioning
the adequacy of such disclosure, the examiner
should initiate a factual analysis of the system
by focusing on each of the individual block
element components. More specifically; suchan
inquiry should focus on the diverse functions
attributed to each block element as well-as the '
teachings in the specification as to how.such.a
component could beimplementeJ. If based on
such an analysis,the examiner 'can. reasonably
contend that more than routine experimentation
would be, required by one of ordinary skill in
the,art to implement such a component or
components.ithatcomponent or components .
should specifically be challenged by the
examiner as part of a 35 U.S.C. 112, first
paragraph rejection. Additionally.itheexaminer
should determine whether certain of the ;
hardware, or software components .depicted as',
blockelements. are themselves complex
assemblages which have widely differing
characteristics and which must-be-precisely
coordinatedwith other complex assemblages.
Under such circumstances, a reasonable.basis .
may exist for challenging such a functional
block diagram form of disclosure.SeeIn re
Ghiron, supra; .Inre Brownasupra.Moreover,'.
even if the applicant has.cited prior art patents ,
or publications to demonstrate -thatparticular
block diagramhardware or software
components are old.cit should not always be
considered as .self evident how.such.components
are to.beinterconnected.to function.ina
disclosedcomplex manner.Seeln re
Scarbrough,supra,at301, andlh .re.Forman;
175 USPQI2; 16. (CCPAI972),Purtherniore;
in complex systems includingadigital
computer", a-microprocessor,.,or, a)complex ;
controlunit.asone of.many.blockdiagram
elements, timingbetween.various.system
elements may be of the essence and without a

chart relating the timed sequences for

2106.02 Disclosure in Computer Programming
Cases [R-6]

To establish a reasonable basis for questioning
the adequacy of a disclosure, the examiner must
present a factual analysis of a disclosure to
show that a person skilled in the art would not
be able to make and use the claimed invention
without resorting to undue experimentation.

BLOCK ELEMENTS MORE
COMPREHENSIVE lHAN A COMPUTER

In a typical computer case, system components
are often represented in a "block diagram"
format, i.e., a group of hollow rectangles
representing the elements of the system,
functionally labelled and interconnected by
lines. Such block diagram computer cases may
be categorized into I) systems which include but
are more comprehensive than a computer and 2)
systems wherein the block elements are totally
within the confines of a computer.

systems include a computer as
well as other system hardware andlor software
components. In order to meet his burden of

In computer cases, it is not unusual for
the claimed Invention to involve two areas of
prior art or more than one technology, (White
Consolidated, Supra, 214 USPQ at 821); e.g.,
an appropriately programmed computer and an
area of application of said computer. In regard"
to the "skilled in the art" standard, in cases
involving both the art of computer
programming, and another technology, the
examiner must recognize that the knowledge of
persons skilled in both technologies is the
appropriate criteria for determining sufficiency.
See In re Naquin, 158 USPQ 317,
(CCPAI968); In re Brown, 177 USPQ 691
(CCPA 1973); and White Consolidated, supra at

·B22.
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. Forexample,in a block diagram"
disclosure of a complex claimed system which
includes a microprocessor andother system
components controlled by, the microprocessor, a
merereference' to.a-prior 'art, ~com.mercially
available microprocessor, without any
description;of,.the.precise'operations· to'be;"'C,.'
performed by the microprocessor, fails-to
disclose how such a microprocessorwould be"

. properly programmed to either perform allY
required calculations or to· coordinate the-other
systemcomponents in the propertimed
sequence' to perform the functions disclosed and
claimed. If, in.suchasystem.a particular
programisdisclosed, such a program should be
carefully reviewed to insure that its scope is
commensurate with the scope of the functions
attributed to such a program in the claims. See
In re Brown, supra at 695. If the disclosure
fails to disclose any program and if more than
routine experimentation would be required of
one skilled in the art to generate such a
program, the examiner clearly would have a
reasonable basis for challenging the sufficiency
of such a disclosure. The amount of
experimentation that is considered routine will
vary depending on the facts and circumstances
of individual cases. No exact numerical standard
has been fixed by the courts, but the "amount of
required experimentation must, however, be
reasonable" (White Consolidated, Supra, at 963.
One court apparently found that the amount of
experimentation involved was reasonable where
a skilled programmer was able to write a
general computer program, implementing an
embodiment form, within four hours.
(Hirschfield, Supra, at 279 et seq.), On the
other hand, another court found that, where the
required period of experimentation for skilled
programmers to develop a particular program
would run to I 1/2 to 2 man) years, this would
be "a clearly unreasonable requirement" (White
Consolidated, supra at 963).

BLOCK ELEMENTS WITHIN A COMPUTER

The second category of block diagram cases
occurs most frequently in pure data processing

1:4

applications where the combination ofblock "..
dements is totally within the confiries of a
computer, there being no interfacing with
external apparatus other than normal
input/output devices. In some instances.rit has
been found that particular kinds of block .

.'di..gtliIli'discTosi!fe'SWgre·SuffiCIent t"rile;;f .tJ1~
enabling requirement of 35 U.S. C,. 112, first ...•

.paragraph. See In re Knowlton, 178 USPQ 186
(CCPA 1973), In re Comstock and Gilme,r'178
USPQ 616 (CCPA 1973); Most signifiCantly,
however, in both.the Comstock .andKn0",lton
c""es' the decisions turned on the appellants'
disclosure of 1) a reference to and. reliance 0it
an i~entified prior art computer systenI and 2)
an operative computer program for the . .
referenced prior art computersystenI• <H
Moreover, inKno~It0Il'thedisclo~,,\VaS'_'

presented.in such a detailed rasllion.thatthe.
individual program F". stepswe!e specifically
interrelated with the "perative structural .
eleIllents in the ;~ferencedp~o'r~~~m~~t.~~,
system; The COurtinKn0wlton~dicat~g that
the disclosure did not merely c"rlsis\ "f~ .. ',' •......
sketchy explanation of flow dia~~ qrabafe
group ofprogram listings together with ~ •..•..
reference toa proprieliU'Y c0nIPuteri!J.whic.h.
they~ghtbe run,. The disclosure, was .
characterized as going intoconsid.erabledetiill
into explaining the interrelationships between
the disclosed hardware.and software elements.
tJ~dersuch9ireumstances, theCOllr! considered
the disclosure to be concise .as well as full,<clear
an~ .exact. t"asufficientdegl.'ee to satisfy the .
literal language of3S.U;S.C~ 112, first •
paragr~ph. Itm~st be emphasized that because .
.ofthe significance of the progr'nIlisHnganli
the ieteren~~ to and reliance on an ilientifi<;cl..
prior art computer system,abseJ]t eithe! "qhese
items, a block elenIent disclosure withiJJ.the"
confiries of a eomp\Iter should be scrutini~in
precisely the same manner as the first category
of block diagram cases discussed above.

Regardless of whethera disclosure
involves block elements more comprehensive .•
than a computer or block elements totally within
the confines of a computer, the examiner, when
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analyzing method claims, must recognize .that
the specification must be adequate to teachhow
to practice the .claimedmethod. If. such practice
requires particular apparatus, it is axiomatic that
th.eapplication must therefore provide il.
sufficient disclosure. of that apparatus if such is
ll?t already available. S"" In reGhiron, Wfpra
at 727 and Inre Gunn, 190 QSPQ 402, 40~

n:;CPA 1976), When the examiner questions.the
adequacy of computer system or computer

,pr()~~g' disclosures, .the examiner's
r~ons for finding the specification to be .' •.
non-enabling should be supported by the record
as a whole. In this regard, it is also essentialfor
the examiner to ~onablychallcngc evidence
submittedby the applicant..For example; ill In
re Naquin, supra,~;af1iant's'_statement

unchallenged by the examiner, that the average
computer programmer Was familiar .with the
subroutine necessary for performing the claimed
process, was held tob~.il statement offact , .
which.readered theexaminer's rejection
baseless. I" other. words, wues~ the.examiner ..
presents. a reasonablebasis for challenging th~ .
disclosure in yi?w, of. therecord.asa whol~"a
35 U.S.C. 112,firstplltllgraph rejectionill.a.
coml'utersystenlor computer progratnrrIiJIg;.•;
case will Wt be sustained on appeal . .s.,.,.lnxe;.
N"fllfi!l'.S!iP.r-,!,.Inre.Morehouse an4Bolt'ln;.z.
192 USPQ 29;32(C:C:PA1976). ....

While 110specificimiver~allyapplicable
role exists for rec0gIrizing an insufficiently
disclosed application involvingcomputer •.•......
programs, .an examining ~delin~ to generally
follow is ~ challenge the SIlffici~ncy of such
dis~losures which fail to include~itherthe .
c01lll'1lterprogram itself or a.r~orn.blydetailed
~?\V6hart Vihic1l delineates the sequ~ce 'If .
Opera\ions.the program must perform.. In
P'fgrsTTlJ"ing applications Vi~ose software
discl?SIlte only iJ1cludesilfloVi9hart,il"t:he .'. ..
oomplexity .of functions and the. gene~ty of the
individual components of the flowchart increase,
the of such

:).5

working program from such a flowchart also
increases.

As, stated earlier.oncean examiner has
advanced-a reasonable. basis-or presented
evidence to.question the.adequacy of a computer
system or computer programming disclosure;.
the applicant must show that his or her .
SPecification would enable one. of ordinary skill
in the art to make and use the claimed invention
withoutresortingto.undue experimentation. In
most cases.ieffortsto meet this burden involve
sllbmitting affidavitscreferencing.priorart .
patents or technical publications, •arguments of
counsel orcomblnauons of these approaches



Appendix III

E:~t;racted frQR,I'.'Howto '.' Prepareancj; Prosecute Computer Relateq
Applications",' Gerald Goldberg - U.S. Patent and Trademark
Office Group 230, January 1992

The following items are things the examiners would like
.to see. but; whichPJ:'actitioners. are not required to provide
under existing requ~rements.

1. Computer.ProgJ:'ajl! listingsubmitt;eO,in microfiche format.
The physical.13ize Qf some program'listingsare
inFr.easingandc~usingstorage, .retrieval,search and
pJ:'int ing.pJ:'oblems·.

2.,Awritt.en presentation Which provides an adequate
ejiElcussion Qf the program and includes:

'.11.. A titief~r the prQgramlisting which provides an
adequate description of the purpose of the program.

B. An abstract paragraph which provides a brief but
meaningful description of the program's.utility;
funFtionality~ndcharacteristics;

C. Al'1ycomrneptsmaoe by the programmer and/or
inventor .. These comments and/or notation to' the
prqgJ:'amlisting help the examiner to understand the
inventive concept and search the existing prior art
more effectively ..

" ...,
D.TherelatiQnsh£p.of the program listing to other

exiElting.·.• programs.···

<.E. A,cietailecj;oeElcription and explanation of "Tne
Algorithm;" The specification,. in orderto'safisfy

. the. examiner's review under 35 U.S.C.112, first
paragraph, should provide an adequafewritten
descriptiorJ, .: oft.he algorithmitself/This is more
than just a presentation of the algorithm 01.16 . a
description of what the algorithm iEl and what it
does.

16
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(1) Title:

(4 )

(5) Keywords: Claim, 'functiollal expression, defective
statement/detailEd descriptioIl of the 1.hvention,
technical means, generic concept, comprehensive
expression, and example . . .

Statutory: JPL 36 (5), 35 USC 112 (6)

Abs.tract:·.·.
This paper.makes an investigation based on actual

cases to determine what functionalexl?ressions in
c laimswere permitted or re j ectectinJapim, and 'reports
:tlleresultsof. comparative' case stud.i..es. of, exam.i..nation
practicerelatingto:functiOnalexpressions.i..Ilclaims
i.ILI::>Qth Japan and the Un·ited>States. .

Regarding these requisite conditions, jUdgment by the
Japanese Patent Office is considered to be more strict than
that of Japanese Courts. Further, for the functional
expressions acceptable in a claim(s) are concerned,
judgments found in examination practice in this country may
be said to be more strict than those in the United States.

Also in Japan, functional expressionsilre ilcceptable in
a:glaim(s) depending on the particular technical field or
technical matter. This practice is 'established, however,
provided that "the detailed descriptiop of th.a invention" in
the specification includes a specific description about the
means.of performing: the. function set forth'in the claim(s)
in such. a manner thatany.persoll skilled in the art may

""" plzac:·t:ic1E! the invention, be

.. maCl.e ~~.t]~;~:~~ein~tihie~··J n::'c.~:.~ ~:;~~l~rE: •..:?t'[ .~:·.S-ELE3 .. ':':"'.{;""L±~'':':. .-.... H::i"'"

(6 )

(7 )

136
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L INTRODUCTION

.'

1. Significance of Claim and Statement There6f

JapanesElPatElnt Law}A:tticle 70 states:

"The scope of a patented invention shall be determined
on the .basLs of thest;1l.teIlleIlt~ ()ft;h=,l?at=Il:t •.. C;11l..~1ll(~)
in'thespecificationattachedto·the·requElstf6rthe
application."

'.

Inothe:t; "words, the statements of a claim holds Lmpozt.arrt,

signifisance in that it detE1:(IDines the scope of a right to which

the applicant is entitled for the invention, as well as

prevE1nting third parties from pract;icing the invention in

question within the scope.

Consequently"if an unclearly stated claim is/approved 'as

such, it would '. induce .unnecessarydisput;es bet;ween the patentee

and third partiesrest:rictE1dby.the patent;.rights,contrary to

the pu:r:pose ofthe,la~.which aims to ,contribute the deve].opment

of industry bYP:romoting .t.he pr-ot.ec t Lon and.. ut;ilization .of

inventions.

For this reason, Japanese Patent Law provides stipulations

regarding the statement of a claim in a patent application

(A:ttic1e 36, Paragraph 5), and it is determined that applications

which a:t;e not ill compl~ancewith the provision shall be rejected

(Art,icle 49).

2. Functional Expressions in Cla1Ins

There ar,e various causes .of ambiguity of statements in. a

claim, but the functional (or, operational and/or effect-focused)

expressions .inth.e claim is numbered as one of the causes.

An invention is basically an abstract .technical .Ldea and

then, it is actually a,difficult task to express the tieohnLcaL

scope thereof in concrete, and precise terms.

For example, as regards. the technical field of machines , an

invention is, frequently made for functions Performed by the

elements constituting the machine.H:owever, for a patent

application it is customary to provide diagrams each showing a

specific embodiment of the machine having the invented functions

as working examples, and usually the construction of the
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embodiment (s) is described in the specification. Furthe:r, in

order to gain proper protection for the invention, it is

necessary to specifically express"the invention" in';clear, yet

generic technical terms, which encompass not qnlythEl eJ:llPqdiments

stated Cis El:l{aIl\ples,:Lll'the specifica,ti,.on ,but also anY variations

and/ormodificat.i.orisdfthe embodIment.s . In actual practice ,

this often proves to be a very difficult task.

In such cases, however, since the invention concerns the

function pel: se,it.i.s arelatIVelyeaEi.i.er matteI'tdexpress the

emDodiments according to the specific functiorisperformed

'thereby.

'Thus, the functional expressions 'used in a claiIll occupy an

extremely important role for the applicants ,"particularly fIlthe

fieldsofmachiriery andelectroriics, who must, Eifate all abstract

techriical idea in a simple ,yetc:omprehensive manner.

However; as more f\mctiorii'll 'express.i.onsareused in an

attempt to state the Claim(s)in a., morecdmprehEmsivemanner, it

'results in greater ambiguity' of the statementthere<:>:E, which

becomes a ground for rejection of the claim(s) for theapplica

'tion; 'Therefore" it is amatterbf,the greatest importaIlce for

theapplicanttodetermfnetowhat e'xtentfunctional expressiOIls

maybe used in the Cla.i.m(s) .

. Iri view of the above point, we made a series of case stud.i.es

to determine what functional expressions in claims are permitted

or rejected in Japan. At the same time, we made comparative case

studies of examination practice relating to fUIlct.i.onil:1

expressions of claims in both Japariand the United Btates.

3. Functional Expressions in ClaiIlls'as Discussed in ,this paper

The term "functional expressionsiri claims" 'a's the object of

"study:ln Elfi;s 'paper:~irieans"""aescl:I15.i.ng·the InveiitioIl"iIl'terms""Q!:E

function without stating inithe spec:ific terms the constructiOn

which is necessary forachievirig thep'urpose alldadvantageous

effect . of the 'invention, when statingclaiIlls. :"MOre

specifically, this' 'Lnc'Ludea the following'expressidris 1),5),6), n



4

(1 ) Claims expressed' ny,."nieansplusfUIlct±on"s

Claims expressed using "means plus function" cqrrespond to
.", ':':' ,., .. " .. " :0, (',-' _<",:' ' ',.', ,,,-,:', '" ,'. " .. : ;'" :',' .. ':: ';: -', "0 >:- .' '.. ,:, '.':'.:,.,' .. '. ',: ....

those claims which include .the constituent elements d.n the form

..

"Means

claims

for Performing the Function";

in which the constituent

that.is,itrefers to those

elements themselves are

-,

(2) The expression, "an A so that .....

Iri order· to> diearly d13scribe th13 operatidn andadvcb:itageous

effect of the invention, the expressiori' ".%IH'A. sothiit; .. " is

'\ised. •

(3) The expression, "an A~hE!:ceby... "

This expression is used to describe aresll1t, op~ra.tior\.cind

advantageous effect~ ora. fanc:tion&hich Hebe~sar.i.iYfoliowsfrom

the previously recited constituent elements of the invention.
',:."', ',': : .. , ;:.: : ,,::: ,"" ,,:", :,.:','

In actditionto the above, for inventions Ln : the field of

chenristry,thel1U1lleric:al lirriitations often.13rriploy13d in. the claims

can also be considered "functional expressions in Claims", but

these are not discussed in this paper.

FUl:-ther, iri'thispaper "in'l€:lntioH" broadly signiflek both

i{ihv~ntic3ri a:nd':devLbe II •

II. STIPULATIONSIN:J?ATENTLAW;ETC. REGULATIONS FOR FUNCTIONAL

EXPRESSIONS

1. Japanese Patent Law, etc.

In Japan, there are no expressed stipula.tions provided in

patent law regarding the functional expressions in claims.

Pe'rm.LesLon : or obj13dtion tofUnctionalexpressiol1s in a claim

depends onw:llet:ll13:C t:ll13 patentapplica.1:lon compl±13swith the

requirements ..... provided in Article "36 'Dfthe·Pa.tent' 1.%1&'.

1-1 Art±cle 36, Paragraph 5 of the Patent Law.

Ther statements 6'1: t:llepatel1t claim ( s ) ...<sh.a.ll comply
with each .of the .fo Ll.ow.Lnq paragraphs. as beings:

(1) staternentssettingforth. tJ:l.e im,.'l3nt::l.6n(s) for
which a patent is sought and which is described
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in the cdetaileddescriptionof' theinvjention;

(2) stateInent~ sepilrated bypafagrilphs cilailllby claim
(hereinafter referred to as i'a clainidcclaims"),'
which ..set forth. only the feii:t;ures,ip.dispensable
for the coristitution of the invention (s ) for
which a patent is sought; and

(3) statements as provided for in an o rdLnance Of the
Ministry of International Trade and Industry.

1-2 Exa,DIj,p.ation(:ritjeria on "Specification" and Man\lal o:f:patent

Ex~ning Proc~dure

When reference is made to the Examination Criteria.. on

"Specification" and the Manual of Patent Examining Procedure, the

above mentioned stipulation in. l'atjent Law. isf.urther summarized

into t.he .:f:.()lloW;in\;Jpoint~.

( 1) Each claim must bec;learly stated ..

(2) Each cl.aimmu!3t be stated in such a .w;ay that the

!3ubject matt<pr thereof can be under~"t,Ood.J)y artisiiIl.in

the art.

(3). All of the constituent element,s of the invention

recited in the claim( s ) must be described in the

section of "Detailed Description of the Invention", and

must; .P<P. fully .. ~upported .. Py the p,escrip:t;i0Il·

(4) All the features indispensable for the constitution of

the invention described in the "D<ptq.,j,lep,Description of

the Invep.tion" sect.Lon must. be recit,<pd in.:th<p claim ( s) .

Her<p, ,the phras<p"the.feature!3. Lndi.aperraabLe for ...the

constitution" of ,theinyentipn" . means the

(techIl,ical miitteFs) indispensable for solving q.techIlic;al.

problem of the invention in question.

(5) ~otonly each techn.ic.almatter must be recited in the

c LaLmj.s ), but a l.il 0 the relationship of each technical

matter to the others must also be stated .
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(6) No matter may be statedwhich.i.s not deemed to be a

matter indispensable for the constitution of the

irivention, even if it is described in the "detailed

description of the Lnvent.Lon"- in the specification.

The Statements in>the al:>6Vemeritionedexaminat.l.on·· Hiteria

etc., are general and do not relate particularlirto functional

expressiorisiri claims. From the types of violations of Article

36, Paragraph 5 which are given in the exanuriat.Lon standard

"Specification", the following examples regarding the functional

expressions in claims can be extracted:

(1) Criteria for functional expressions

(i) Functiorial (operationa.l) expressions

In cases where the matters <recited Ln the Cla..i.III( S)

comprise a single technical means, and the technical

means is expressed in func't.Lone L (or operat.Lonel )

terms.

(Example)· "a stake driving method whereby stakes are

drLven noiselessly"2)

When the technical meanS for soTVinga technical

problembfthe Lnvent.Lon consists of a single technical

means, then simply showing in functional terms the

construction of the tE!chriical >.• mea.nSisnothing more

thana statement of thetechni..calproblem: In other

words, this crJ.tE!ria canl:>ereph:ta:sed to mean "when the

statement of the constituent elementslri the claims is

simply thepresentatiori of the t:echnicalproblem."

ThisCrlteria stiplil.ites rega:tdingCases where the

technical means for solving the technical problem of

the invention comprises a single technical means, but

it is also understood to be applicable in the same

manner to those cases where the means comprises a

plurality of technical means.
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(ii) ThE! Expression15.'Hln.A whefE!by • "'~ and "an A 50

that ••

When the technical. means in a claim is unclear due

to the expz'easLon !'all.lI. whereby "or "an A so that

"

(ij,L) Expfessj,ons using "Result:" (or "Object"i' "Ji'unction",

"Adyantilgeous Effect")

When the tecl1.nical means in a claim i.sunclear due

to, onLy, a scat.smarrt of the result pr-oduced by the

ttachnica~I!leans of the invention.

( 2 ) General Criteria

In addition, when the ..' f urict.LoneL @:ll:Pf@ssio,:ns @mployecl iura

claim fall under one.of t:tl@ fpHowj,I),gcilt:Elgo,riEl15, thEliapplication

i!> fEljE!ctElclp.15 no,t compJ,yin9With Artiplta.]6, Paragraph 5.

(ii) When a gE;!nefic conCep.t or comprehensive expression is

used in cases where it is judged that matters covered

by said generic concept or comprehensive expression are

not equivalent to each other in consiperation of the

object and the advantageous .effect as described
'.. "'.- ""'" " , ,-,:',' : ..: ; ;.

"detailed of the invention" .
... : . ..... .+.""..... .

,.. eLl ~heuthe.scope.pf theiI),ventj,Ona.s c1@fined by the

statement(s) in the claim(s) is substil:nt:ially broader

... ;tqp.:nthEl t@9tlllJpaJ, .15 cC:>PE! ~J::L1:h..e,JnvFJ!l1:!g!li.illf. auppor-t.ed

by the description in the "<:ietaile<:i c),e,scription of the

Lnverrt.Lon ",pecp.u!>.@ thElclaj,msp.rest,p.ted in a generic

COI1c;:ept or p.c;:ompr@h.tal1siYta.exPfessiOI1.

1~2



ADDENDUM TO " SELECTED ASPECTS OF LICENSING SOFTWARE PATENTS"

PAGE 8

COMPUTER PROGRAM PATENTS

~'.,'I'

U.S. PATENT TITLE DATE CLAIMS

4,853,962 ENCRYPTION SYSTEM' AUG. L 1989 10

4,864,492 SYSTEM AND METHOD FOR SEPT. 5, 1989 10-14
NETWORK CONFIGURATION

4,896,291 VALUATOR MENU FOR USE JAN 23, 1990 16-19
AS A GRAPHIC USER
INTERFACE TOOL

4,897,781 SYSTEM AND METHOD FOR JAN. 30, 1990 16
USING CACHED DATA AT
A LOCAL NODE AFTER
RE-OPENING A FILE AT
A REMOTE NODE IN A
DISTRIBUTED NETWORKING
ENVIRONMENT

5,057,935 METHOD FOR CONFIRMATION OCT. IS, 1991 13-14
OF DOCUMENT RECIPIENTS
IN ADATA PROCESSING
SYSTEM

5,03L117 PRIORITIZATION SCHEME JULY 9, 1992 9-16
FOR ENHANCING THE
DISPLAY OF RAY TRACED
IMAGES



Case:

Comparison of Novelty and Prior Use of Software Patent in U.Sf and Ja~

"A" (Senior Party) is a company whichisthe first to make an software invention, butdoes not file
it as a patent.
"B" (Junior Party) is a competitor company which independently developed the same technology
and fileit as a patent after A's development.
"C" i~ a third 'party,

Workings prior to
B'sPatent Application Date

JAPAN

Validity of
B's Patent

Possibility of A's
or C's Working
under B's Patent

Validity of
B's Patent

U. S. A.

Possibility of A's
or C's Working
under B's Patent

Publicly
Known

• Publication of Source Program

• Publication of Object Program

Invalid or
Unpatentable

A and C Can
Invalid or
Unpatentable A and C"Can

Sold or :

Leased

• Sale of the Software under
Shrink-wrap Agreement

• License of the Software under
Confidential Agreement

Note

",.7;:::!

,

On SaleB~
":''-':;':.,,,,,.-

Internally
Used or
Under
Development

• Internal Use Only

• Coding Level

• Module Spec. Level

• Program Structure Spec. Level

Note: Slanted boundary lines in the table mean "Case By Case".
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2. United States Patent.Law,· etc.

In the u.s r, Patent Law sectiOn 112, Paragi::apli 6 provides

stipulation regarding the approval of functional expressions in

claims.

Patent Law Section 112, Paragraph 6:

The .specific:ation shall. conclude .. with one qr. more
claims particularly pointing out and distinctly
claiming the subject, mattE!r.which the applicant regards
as his invention. (Paragraph 2)

An element in a claim for a combination may be
e:xpressed af,' a means or step for p",rforming a specified
function without the recital of structure, material, or
actsi.nsupport. thereof, and such .cLa Lm shall. be
constr)led .. t() .. cove,r " thE). ,. corresponding. strU,cture,
'material, or acts described in the specification ana
equivalents thereof.

2-2 Also, the Conditions for the Approval of Functio~al
,,', -, . ,

Expressions are Stipulated in the Manu,al of Pa.t,entE::x:ami:n~:ng

Procedure as.Follows.

MPEP?06.03(.G) Func:tional

Tl}e last paragraph of 35 u.s. C .. 112 hasthe effect
of prohibiting 'the rejection of acla.fm for a

-.combiu.ation.ofelements (or· steps Jon. the 'C ground that
the claim distinguishes from the prio:r artso:l",ly .Ln all
element (or step) defined as a "means" (or "step ,; )
ooupl ed with,a.,statementof function. However this
provisi()l1; of .the las.t paragraph mlls1=; .• always be

.considered as subordinate to the provisionofparagrapli'
·2 that. the 'claim particularly point out and. distinctly'
claim .thE! sub ject, matter. •. I.fa claim is found.. to

..contain language approved by the' last paragra.ph such
claim shouLd always be tested ,additionally for.
compliaIlce with para~:raph.2 andif,it fails to cmnply
with the requirements of paragraph 2, thecla.im should
be so rejected and the reasons fully stated.

The last paragraph of 35 ·u;S. C. 112 makes rio
ch,angein the established practice of rejecting claims
as functional in sit11at~(ms .such as. the following:

1.. A claim which.contains functional· language not
sUIli?or1=;E)d by J:'ecit.a..tion in the .C1Clim of sllfficient StJ:'ucture
to warrant' the presence of 'the' functional language in the
claim.

(Example) "A woolen cloth ha.vItig a. t.endency to wear
rough rather than smooth.'!
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2. A claim which recites only a single means, and
thus encompasses all possil>le means for performing a
desired function.

(Example) "In a device of the class described means
for transferring clothes-carrying rods from one
position and depositing them on a suitable support.

III. STATISTICAL SURVEY" OF AC~AL CONJ;lITIONS OF EXAMINATION

REGARDIN(;FUNCTIONAL EXPRESSIONS IN CLAIMS IN JAPAN

1. Statistical Fi~~es

In order to gain a grasp .of' the' actual conditions in

examinations of,," functional expresSiOns in' claims ",decisions in

appeaTtrialsagainstthe examiner'setecisionof r!'!Jection and

decisions in lawsuits for annulment of the appeal trial decision

affirming theexaminer'~decisionof r~jectton from January, 1987

llntfl the June, 1992 ~ere investigated. The cases investigated

i"ega:rdirig a.l?pealtriai' decLsions were th.eones li~'t:.~d. in the, .

"Patent Gazette for Appeal Trial Deci.s Lona published by the
'---',' ".-'

Japanese Patent Office, and those regarding dedsions in the

'suits Were the ones Li.s t.ed in "Coll~C::ti.9'n.of Decisions in

Lawsuits for Annulment of Appeal Trial'DecisiOrts "cOinpiledby the

Japanese" Patent bffic,e.

Table 1 to 3 show the statisticalf'i:gures' of lawsuits for

annuLment.vof a.pp~a.l" trla,ldecisions affii:ming {he .exemfner r s

decision of rejection in which a' defective statement in the

specificat1()n.was in d Lsput.e those in which a defective

statement in the 'claimswasin dispute and those in which the

point in dispute Elvel'ltllall¥ became the use of functional

expressions in the,claiill.

Table 2 .shcwe a c()mparison between technicaL fields , with

respect t.o the "judgmentscin ", Lawsufrts at Tokyo High Court for

annulment Sf apl?ea.l>trial 'decis±ons wh.e~ethepoint Ln d±spute

was the ,use of functional expression ±n the claims.

Table' 3 'shows the " c';nipa.~.ispnbe"l:.Vleen two, cases where the

first application was filed in Japan, and where ±t was filed in

a foreign country with :r:!,!spec;t to such j!ldgment as, mentioned

above in which the point in dispute Was the llseof functional
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Table 4 shows the .statiStical figllre~ of, appeaL trials

against the examiner's decision ofrejectioJ:li,n wllicha defective

statement in the specifiqation was in d4sprite, those in which a

defective statement in the claims was in,dispute and. those in

whic!'! the .PQ,i,d~,i,J:lg4-!?I:?lJ;t:;§§Y§ntlJiilly.b.eqametb,euse,offunc."....

tional express~ons in the claim.
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Table 1

'.",,--,
t-·,

11

Case in 'which.. the
use'of, functional
expre~?i9n~in
the claims was in
d.i,spute*4

4

4

9

o

26

17

'" ..., ._,

the Examiner'S Recjsio~

Expressions in the. cIai'tits

Case in which a
defective
statement in the
claim(s) was in
dispute *3

*2. *4 is included

51

37

Cases in which a
defective
sta.!tement in the
specification was
in pispute *2

Artnulmentof Appeal Trial Decisions Affirming
the Point in Dispute was the Use of Functional

included in *1. *3 Ls

744

88

Defective statement
present
Non~defective

statement

Defective statement
present
Non-defective
statement

Total cases of
lawsuits for
annulment of appeal
trial decisions
affirming the
examiner's decision
of rejection *1

,*1(Notes)

,
Supreme Court:

Court

TokyoHighC6urt

Number of Lawsuits
of.Rejection in



Table 2

Number of Lawsuits for Annulment of Appeal Trial Decisions Affirming the Examinerrs
Decision of Rejection in which the Use of Functional Expressions in the Claims was in Dispute,
Listed According to Technical Fields (Tokyo High Court)

o

5

,Case in which the.
use of functional
:expressions in
the claims was in
dispute *4

6

11

.17

CasElinWhich a
defective.
statement in the
claim(s) was in

.dispute *3

35

26

9

Cases in which a
dafec try€. .... . ...
statement in the
specification was
in dispute·*2

Defective·· statement
present .
Non-defective
statement

Defective statement
p:r:es~nt

NOI1-defectf,te
statement

Defective statement
present .
Non-defective
s.tatement

Electronics

Machinery

Technical Field

Chemistry

(~otes) *3 is included in *2. *4 is included in *3.

12
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J

Table

Numberof'Lawsui.tsf,orAnntl~IUentof Appeal Trral'Decisions"Affirming the Examit"ler/s Dec:::isi(:jn
of Rejection in which.,thetJsE! of Functionq.l Expressions in the Claims was in Dispute, ..
Listed According to ,Cpuntr:yof FiI:st Application (Tokyo High Court)

o

1

1

Case in which the
use of functional·
expressions in
the claims was in
dispute *4

2

11

13

Case in which a
detectIve
statement in the
cLaLm] s ) was in
dispute: *3

29

6

35·

*4 is included in *3

Cases irt which a
·defeCtiv.e
statement in the
specificption was
in dispute *2

Defective· statement·
present· .
Non-defective
statE?ment

. Defective·
statement present
Non-defective
statement

*3(Notes)

F;PFEiigncountries

Japan

Fi!:st:ll.pplication
. Country .

13



14

24

6

24

:. Case in which the
useof.functional
expressions Ln.

.. the "cLadms was in
disP.lltE!: *4

252

211

463

Case in w!).icha
defective. :
statement i~ the
claim(s) .was in
dispute *3

51

337

788

Cases in which
a defective
statement in
the specific
ationwas in
dispute *2

*2 La included in .*1.*3 is included in' *2. *4' is included(Notes)

25556

Defective statement
present
Non-defective
statement

Total N1imberof
Appeal 'I'rial
Against the
Examiner's Decision
of Rejection

Number of APPeal: T:r:iail Mainh the Examin.er' sDeGiSiop. of Il,ejection
in which. the Use of Func;tional Expression in theClaims.was in,Die;pute

Table 4
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2. Considerations

2-1 Concerning

Expressions

Lawsuits in which the Use

in the Claim(s) was in Dispute.

of Functional

150

( 1 ) Concerning the number of lawsuits

The number of, the lawsuits for annulment of the decisions in

appeal trials in whic:J:1 the p:!:"oP:!:"!""toy of fUIlc:t,ional expressions in

the c LaLmt s ) was in :disputewas less.thanexpected.

This may bec:ohsideredi to be d~~ [}o the tendency of the

applicants to seek pkitent allowance l:)ya.meIlding the claim(s) to

be limited some"lJha~)during: th~ exam.i,natibn or appeal trial

proceedings when a d~fective sta:t:em~,dt.pi functioIlcU:~expressions
in the claim(s) iE; ~~ing used as: tlj.~ ':groulld :of rejection.

( 2 ) Comparison 0t: N.umberQ;fc Laws.uifs .bef;ken TechIlical Fields

The ratios 6f the number: of lawsuits where' functional

expressions in the plaim( s ) wer~ in 4ispute to itlte number of

lawsuits where a def~ctive state~ent~~the speci(Ic~tion was in

dispute were compare~'bet"l'1ee~t~fchnip~l!:i.e:ldS. Th~ r.atio was the

highest for the fie~d of ma'ch{neryaiidzero f oz-. the field of
''''''''''''~- ;'\"

chemistry.

Considering t.hat; the: func:ti<:lIlaleipressions in claims

themselves were created to define 'invehtioAs in the fields of

machinery and electronics in a comprehensive manner, such a

result may be said to be a matter o! course.

(3) Difference in the Nfunber of La.wsuits betweenithe Countries

of First Appfiqation.

The ratio of the numberbflawE;u:i.tp where functional

in dispute to j:h!= number of

dispute is lower firs.t, filed))in Japan than

for those first in a other t,han Japa~j

It cannot be denied thatthisisbec~use there is a great

difference in practices of the statement of claimE;
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2-2 Concerning the Numper of Appeal T~ials Against the

Examiner' 5 Decis.i:on ; of . Rejection in which Fu1lctional

Expressions·in Claimsw-erein Dispute.

. (1) As is shown. in Table4i( ~h~numlter 0.feppeal trials where

the use of functicmal expression$ in the cli:l:ims was in di$pute is

.. 5% of the ,nuri)ber:of appeal trials;whefe thedefedive st:.atement
"_" ",__., ,~'_'_"_'__.",_,,c,_._,_'_'__ ,,, --'-'-,·---'---"----"---'-':-::':'-"'-'-7--'-.. ~':'- " , , -,- , , - - -, -,, -,~"- - - - "" : ,~~- , -,,-x'-' '' '- -- ':t-- '' '- -t:""'- '- -'-- " :~;'"- - - ''-'~!' - - - - -' -- :~: - ~-t~~ , ' ' - ' i .-' ''" > - - - ' - " - - " -- - - - ' -.- -~'*: '- '~-- '; :~'-,. ,- --' - " ':''' ' ' ,Pc"""'__ ~;-,-.-,---,',",_, __ ,-'__,_-_-,,,',-">',-:-"""----.,.,-,.,-"',.'" .-.','-,.--.',. ,-,.-.

in the claims was in;displ1t~,~hich;is intl1rn 2% of the total

number of a~pElal t1?i~lS;a~a~nstthe.ex~ininer's decision of

rejection. such a low: perqmtage );>resuma~l}' resuilts from some

countermeasures taken iby;agPlicantssuch aSian; amenctinent to

remedy the defept duridg thepFosec'Tti~n, thonghmost of grounds

of rejectionar~j.ac~of nqV~ltYor,an:in..,.e~t~ve step; In. almost

all appeal trialsi wh<?r~ fUl1ction~L expref1?fonsin the cl~im were

in dispute~th~cO~iginal~~a~i~e~'Spq~Jti~nsr.ecognizing the

defective stat$mentwer~ affi~~d.... So ii\:iicanbe said that the

chances are ~g~i~S~ eppiiC:~nt~i:ntheseo#p~~elS.

EXAMlt~,IqN~:P~T~9$'.fll~ FJdlbNAL :~~~R~S~IONS
IN CLAIMS'IN JAPAN.

" .,. "'."

1. Judgment Disclosed in Appeal Trial Cases ~gainst the

Examiner's Decision of Rejection

1-1

Table 5 is a compilation of judgments regarding functional

expressions, which were disclosed in 10 appeal trial cases

against the examiner'S decision of rejection in Wl1ich:functional

expressions in the claim(s) were in dispute.
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T~e manner in which "the periphery of ~he ?pening of the slot piece meet.sthe
weigpt board in the area around the fulcrum ofthe fold of the frame section ••~

stated. though functionally and in completely. in the specification in passage :'50
that ~6 spacels crE!ate~u.bot It is n6t clearly defihed as an indispensable
constituent element in the.C1aim.

Yes

DefectiV~
statement

Title of the invention
(technical field)

against the Exan1iner'sDecision of Rejectionin which F~nctional Expressi6nsin the Claim(s)were in Dispute

Case

Appeal Trial

SS6Appeal TrialCase No. 15993 IContainer (machinery)
I Utility Model Application No.

SHO 53-109741

No.

Table 5

2 IS57Appeal TrialCase No.4059
I Patent Application No.SHO
53-90065

Self gating circuit
(electronics)

Yes' T~e claim is Iimitedtosimply stating the necessary fUllctidn ofeach constituent
element (especially latch-type circuit. output maintaining means'.

"Latch-type circuitandoutput tnain~ainingmearis" are the cbnstituent
eiements fdr aChi~\linqthe purposeoftr~ invention to realize a latch operation
"iDthe sel.f-gatina:eircuit cdmp?sedof a latch-type circultwith a simpler .
cCl~figurationthancirc~itsof the prior art. "Thusconstruction should be
specificalhl recited in the claim as matters indispensable tothe constitution of

tpeinventi<:m. .... . ...' ....<> '.. .... < • <
« (P~blisher'~ no~e:EmbOdir)1entsrel~tin~ to the latch-type circuit and ~he

0l.ltput maintainirig means are illustrated inthe drawings as well as irithe "detailed

de'scription of~hei~ventio~".) .. .•...
Also, the constructi.on of the output maihtai~ingme~nsiSleftunstatecJ in the

d~im;andthe'arr~ng'm,entofand.connecti~nbetween the latch-type clrcuit.fhe
,.:' c::': i ;>'; _,' ._'.' ,'-",>, '~-: ,:: " '.'

PlJ.'se.~ower source and the output maintaining means ~re unclear from the
statement in the claim.

17



Table 5 Appeal Trial Cases against the Examiner's Decision ofRejectioninwhich Functional Expressions in theClqim(s) were in Dispute

No. I Case
Title of the invention
(technical field)

Defective
statement

I Reason for Judgment

I

3

4

S57 Appeal Trial Case No. 23620

I Patent Application No. SHo
53-129311

559 Appeal Trial Case No. 7185

I Pat~ntApplication No. SHO

55-1.10471

I

Long-distance

surveillance device

(electronics)

A polymeric plastic

composition forthe

manufacture of video

disks (chemistry)

Yes

Yes

Concerning:'''the means f()rch~-~ging toa predeter~ined-continuoussignal

based on the power of theabovementioned battery means" at the moment of

.cutti ng offof the power to.thetrensrnitter.from thernedulated.siqnaloutputted

from.the.above mentioned-siqnal transm ission.means, !tis,unclear what sort of

continuous signal isbein£J mentionedxand the means for causing the ,continuous
signal to be "outputted basedonthe power oftheabo~ementioned battery

means" is not disclosed. For these and other reasons, it is difficult to concede that

t~E1'50,nstitOtic:>nofthe invention is stated such that it m~v be easily carried out by a
., , ...... " -.-,_.' :.'- '.. :., .... : ....... ,'--.. .. .. .. .. .." ~

oersonskilled in the art. :',,";'
, .

The.term ';PMMA compositlon" is understood to-include not simply PMMA

alone, but.also compositions including an-impact modifier, a liquid plasticizer,etc.

However, the claim involvesonly limitation,"processing, the composition in order

that said composition shows a melt flowlndex •..whenmeasured undercondltions

.,. in order-to endow .; stability and ". a comparatively ~niformdensitytothe

cOl11position". Bysuch a statement, it is not clear what 41seis included in said
"..:..'..".>:.... "..' .',..... "." ': _..:.: ',' -.. '--"".- ,', "'.." !.

PMMA cOmPosition besides PMMA. '

5 559 Appeal Trial Case No. 22463

I Utility Model Application No.

SHO 54"75250I .

Shield Excavator

(machinery)

I

Yes InthElc.lai!","thElcuttW facsorthecuttar bitortheihead. captive jack are
separatelvattachable and removable" is afunctional st~tement,butit is unclear

what sort of construction·is used to make them separate,lyattachableand

removable. j

; The.detailed description ofthe device states a speci~ic construction for them to

be "separately attachable and removable," and the construction is amatterwhich

is necessary and indispensable in order to solve the technical problem ofthe device.

Therefore, it is concluded that a matter indispensaqle for the constitution of

the device is not stetedirrtheclaim..

18
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'"

.ReasonforJudqrnent

The statement, "the above mentioned.thumb'screWisconwucted in sucha way

that atthe first level of said thumb-screw the above mentioned double-pronged
output does notfunctionon theabove mentionedtwoelcnqated.ccntacts, at the

second leve.litful)etionsonol)lyoneofth'1contacts, and atthe third level it
functions 01) both ~Ontilcts",is nothing more than asimple.statementrelating to
the desired conditions, Inordertofulfill these desired conditions, it is necessary to
st,H~th~'sh,,~e ahdcoh~tructidridf the th umb-screw, and its reiationshi p to the

Other parts.

Yes

Defective
statement

Title ofthe invention
(technical field)Case

6 I560 Appeal TrialCase No.

t Utility Model Application

5HO53,112390

No.

TableS· ··AppeaffdaICase$aga]nsttheE)(al11iner'sDecisiol1 ofRei!~ctionin which Functional Expressions inthe Claim(s) were in Dispute
( I I rt I

7 560Appeal TrialCase No. 22597

t Patent Application No. 5HO
52,39925

Automatic progressing

syste,!,for,hpvering
(machinery)

Yes Concerrrinqa'Iateral.controller, only functional stipulations are stated, i.e, "to
provide a signal to the above mentioned automatic pilot system which controls the
direction oftheheadingofthe aircraftfor guiding theaircraft along an arcuate
ground track of a constant radius towards a desired destination." 50 long as its
connection with the sensor, etc. which generates the necessary input signal for said

.;~hctioni.srio;specified, the mutual relationsbip with the constituent elements is
'ndtmade clear. . . .

8

9

561 Appeal Trial Case No.

19102 ¥ PatentApplicatio~

No. 5HO54-83035

1

56 i Appeal Trial Case No.

224711UtilitYModel
Application NO;5HO 55-190192

Document processor
(electronics)

Winch apparatus with

zero pull tension
(machinery)

Yes

Yes

Only the mettersdeslredfor thefunction of "determining meanS for checking
thenature of the kanji inforrnation which is read from the aforementioned first
table. and determining Wheth<!r ornot it is directly connected with the immediately

preceding kanjiinformation" is stilted without disclosinq its constructioninthe

specificiltion clearly.

Concerning "resistance reduction means" and "cable deadweight
compensating means", only the function isexplained in the detailed description,
and no disclosure is made regarding the·specifictechnology for fulfilling said

functions.

19



Table 5 Appeal Trial Cases againsfthe,Examir"le,r's'Decision of R~jee:tioninwhich Functional Expressions inthe (I'\lim(s) were in Dispute

No. I Case

10 I 562 Appeal TrialCase No.

100791 Patent Application No.
5HO 56-84250

Title of the invention
(technicalfield)

Pressure medium

reguiatedservo diiverfor
an operating cr

transporting machine
used for lifting loads.
(machinery)

Defective
statement

Yes

Reason for Judgment

The statement, "A servo driver isequipped with ~ braking device whiSh reduces

the processing speed ()fthe above mentioned folloYY,errembers before they reach

a predetermined location,and rigorously controls s?id ifollo""er member~", refers
onlyto the function or m?tter~ desired for the braking device. orthe pur~oseof
the present invention. and there isno statement made concerning the technical
means therefor.

20
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2-1

2. Judgments made for Judicial Decisions in Lawsuits

Concerning Annulment of Appeal Triq.l Decisi.oIis for the

Final Rejection

(2) Claim

A distance measuring 'device for 'measuring the

distance from an object thrbttgh detectign of the plane

of maximum emp.Li.t.ude of. the spat.La I fj::lCJqulCJncy,

characterized by being composed of a movab'Le object

lens; means which include at least one spatial

frequency of the object and arranged near ,the focal

plane behind said object lens; one'or a plurality of

photo-electric detectors arran<Je~ behi~d\sa~dimeans for

detecting the predetermined spatiar freqU~ncy of the

image of the object, and g~nerab_n& a.ni dutput signal

corresponding to said spatialif:r-eqUempy,;" and means

responding to the signal Jrom13aid photg_electric

detector, for indicating or setting the I>0siy~n of the
object lens in which the pl~ne of ma:~imu:mHamp+itudeof·············· .,

said spatial frequency exists.

(3) Gist of the Appeal Trial Decision

The recitation "means which inc::lude at least one.. . ...

spatial frequency of the object and. arranged near the

focal plane behind said object lens" in order to

2-1-1 Case 1

(1) Case No. 858 (Gyo-ke) 117 (Oecision: 3/29/1988)

Title of the Invention: "Distance measuring device"

(Patent Application No. SHO 47-109001)

Technical Field: Machinery

The six cases below are the summary of judgm~nts regarding

functional expressions which were made for the judicial decisions

in lawsuits for annulment of appeal trialpecisions to the final

rejection whose ground was the defective statement in functional

expressions in the claim(s).

15'6
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(Decision: 11/18/1990)

"Method',andApparatus for

(patent Applic.ation No. SHO

Case'No. S59',(Gyo-ke) 199

Title of the Invention:

Electro"Erosion' Machining!'

50"75783J
'Technical/Field: Machinery

(2J Clam

Anelectro"-erosion machLnd.nq method for

eliminating the decrease in eleCtro-erosion machining

',precision and electro-erosion machining speed caused by

the bending and the transverSe vibration of the wire

eJ.ectrode,u.ndermeChanicaT tension during the electro

erosion machining process t characterized by exerting an

electriCal, influenCe on said wire electrode in addition

tosaidelectro'-erosion< machining process so that

electromagnetic ,c<fieldgenerated 'by the electrical

influence compensates for the force 'Causing said

bending and,transversevibratj!onof said wire electrode

during'Said'electro'-erosioIlmaChiIling'process.

correlate theimagesisvague,,>and i tis unclear' about

what sort of thing is being described.

('4) Gist of the Judicial Decisioll

JudiCial Decision: Non"defectiNe statement (Appeal

Trial: necisionannulled)

Therecitation "means whichincludE;lat J,E;tCist,9Il~1 'C"

spatialfrequendyof the object·! is 'inappropriate and

yaglle ',in, the' ,JapanElse 1angllage, hutsinee it is

unde.ret.ood from the Context .t.ha.t; the arranged location

of' 'said'means<isdefinedas the focal' plane of the

object lens, and that/said means-.provfdes rtha spatial

frequency to the photo-electric deteCtor, it is

possible to grasp the meaning of them as the

constituent elements;

(1)

2-1-2 Case 2
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(3» Gist of the Appeal Trial Decision

In the claim, there is no recitation of the means

for achieving the purpose of the invention (the manner

"in which thElelE1ctromagnetic field;" compensates for the

force causing said bending,and,tra!lSVerseyibration of

si3.iq, wire electrode dUl:'ing said electro-erosion

iCmac:!}iningprocess .. ,." mayibe realizeqJ, and only the

function thought tob€!, based ,on the means and the

, purpose or 'desire of ,the invention' are stated , and thus

it cannot by any means. be 'conceded ,that;all;the matters

indispensable to the,constitutionoftheinyention are

;sti3.ted.

(4) Gist of the Judicial Decision

Judicial Decision: Non-defective statement (Appeal

Trial Decision annulled)

As the present ,invention is, an impro:vementLon the

PfeviclU;sly ;"known technology .o f. an electro-erosion

• machining method using/a ,wire eleptrode, it is self

evident that, when attempting to find the most

favorable compensarLcn- power, in order ,to/exhibit the

intended advantageous effect of the present invention

using a specific electro-erosion machinEl,any;'person

":'skilled in, the "art can make a suitable, selection of the

Yi3.J::'iotl,S, condLtionsqf"mi3.terii3.ls jete. for" the above

mentioned ,wire electrode based on the prior

:conyent.ionalt.echnology.

Tl:1erefqre, "exe:J:'ting .en electrical influence on

said wir,e "electrode so that eLectromagnetic field

generatedj:Jythe,eLect.:J:'ica1;influence compenaat.es for

:.t.l:1e.forc~L:Ci'l.using;sa'iqbenqingandtransyerse vJLb:r-atibn

.of said wi:J:'eelectrode quring,saiqelectro-erosion

,;mi3.chining Pl:'OCeSS" signifi,estechnical means

indispensable to ',achievetheptl,rpose of,thednvention,

,i'l.ndit,..;is, cLei'l.rJy.stated .Ln the section "detailed

description of the invention".
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2.;.133 case'3

(1.) Case No.S61 (Gyo3kel 123 (DeCi;'ioll:312911988)

'l'itle of the Invention: i'Telescopic Instrument"

(:Patent .Application No . SHO 5~1-'103273)

Technical Field: Electronics

(2) Claim

A telescopic instrument having at least one

optical telescope, one infrared telescope, and one

laser -t.elescC>pe for receiving laseriight,

~chara(:H::~ri.ZeCi·in that th.ere is an object lens for

coordinaHng}thesetelesc()pes; . a:' . revolving dichroic

mirror is set at a slight incline with respect to the

optical axis of th.ecboidirratedlight path; and the

infrared rays reflected while being rotated by the

above mentioned dichroic mirror are re-"ieflected by a

pOla:r:Cscbpea:hda:re pcd.nted tbwaids an infrared

detec1::.bi
cforgeneiaHrig

an abeir~tiblldisplay signal

corresponding to the angular deflection of the infrared

iniage'fr()1ll theop1::.ical~xisbfthe above mentioned

coordinated light path.

(3) .(;i61::. .bfthe Appe~l Trial Dec:is1:c>:h:

Tl1.ereis:h:oieCi1::.aHon of tl1.econsfrtic:tion of "an

·'intr<3.rEid detedtorf6rgenEiratIngan .ab~rration display

'Signal coriespondfngto the' angUlar deflection of the

infrared illla.gefiom:the optic:afaxisof:the above

mentioned coordinated light path", and even if it is

considered as a· fllnC:1:.ronal expression, it· does not

include the operating principle .

.•..•(liS Gist be the . Judicial· DeCision

Judidal Decision: Nbn~ddf~btive statement (Appeal

Trial Decision annulled)

To recite the constitution of the invention using

a functiona1exprEiss'ion in a claM isnot!neceJsarily

forbidden depending on the technical field or the



an

(PeSillipn: 6111/1989)

"Atti t.ude con:troller for

(Pa:tep.;t ApElltc:;a;tipnNo. SHO 51-Qrb.itin.g Satellite"

:r:~cttin<;J}tAeinfraJtecidete.c:;k9r, "a,n infra.,"("ec:i detector

for gen.e:r:ating an aberration displ,ay signal

corresElond.iIlg ;to ;th~ allgulard.ef leq;tion pf,the infrared.

image from the.op;t;Lcal axis O:E,the above mentioned

coordinated. light path" is quite clear as a functional

expression.

.8771.5 )

Technical Field: ... "Ma,c:;hinexy

Case .4

Case No. 862 «(;yo-ke)71'--'- ',' .. ',"_:, .",'.,.'

Ti:tl,e of . the Invention:,

b) magnetic to:r:q}l,ingmean.s ori?p.;t?ci ;i.p.sa,,idsatellit.e for

generatin.ga, magnetiqdipo.lea.longthe.axis present in
;';','-- '. '::' .. ', ," "::.' ---:",' .'" :":,": ._. i: .'_: !:'::-., :,.. i:".:.;;-:'''''' :..:: ',","'.,,_

t.he planeinqludi,n.gthe roll. a.xis.a.ndthe yaw axis of
',.' - ,... -, :>::: '-', .' -""'. :. ':: ,.. i"':"'" ..:: .. ',::: :. -,:, " .. :: .. :: ,,<:.',";,-: -.: ,-,', ',:', " ',:

said sa..tellit?, and at; a El,"("edetennin.edde"i'7tion angle

re.l,ativ? to.ll.a,ici ropaxi,f?.in.:tAe. plap.e;

(2) .Claim

lin a:ttitud.e.controller :EOr an.cO:r:pi:t7tp.lJ, satellite

in a low inclin.ationorb.i.t:"equippedwi:th

25

technical content of the invention.

c) detecting means. for generating a control signal ... ;

and

d) means for gene:r:(i:t;i.ng the above magIl.etic,dipgle in

relj!El9n.ge t.o lla.;Lcl,c:;()n.trol f?tgna.l f rom aa i d detecting

means.

(}).(;ist Of the Appeal, Trial. Peqision

The ,:r"ec.itation of "ii preciet?J:!ll,in.l"ci deviation

c.; ... a). roll error sensing

signal ... ;

2...,1...,4

[(1 )



Non.;.defee:t±'vestatement (Appeal'Jud±c±al Dec±s±On:
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'Claim

A cassette tape holding apparatJ.t:s:Charaoterized by

being equipped with a cassette box, a guide mechanism

Trial Decis±onanl1ulled)

Although±t±s deniablef,that the'rec±tat±on "a

:predeterm±ned deviation' angle ",f,,'±nb) ",of,the c LaLm of

the, presel1tinvel1t±on±s ,funct±onall'±t'is,appropriate

to concede ,thatanyperSOI1 sl(illedxinthe' art could

easilydeterin±nethe SIze of'a:des±ri3ddeviation angle

from the disc:losure',in the spe'ci1Hcation;Considering

the, technitaLproblem, and, the 'constitution of the

present invention, it should be vmeritLoned that the

method for determining the desired deviation angle

itself is not a, cons,tDt.uent Je'.Lemerit fOr the invention

in this application.

necessary for'the',controller 'of 'the present invention

and their relationshipctofeach other. Thus it cannot

'be conceded that' the "claim is ape'cLfLed only by the

matters indispensable to,the constitution of the

invention which are stated in the "detailed description

of the invention".

"angle" in the claim can be perinitted as, acconstituent

element for achieving the purpose 015 the present

invention. However, since 'the disclosure in the

"detai'led description ,'of, the inventi'on" , is unclear and

'it cannot 'be conceded that ,:the deviation angle is

(4) Gist of:' the Judicial Decision

2~1~5 Case 5

(n Case No~ 863: (Gyo-,ke) 1'9'7 (Decision:, 1[30[1990)

Title of the Invention: "cassette Tape Holding

Apparatus" (Patent Application No;:SHO 5'3:..1114679)

Technical Field: Machinery



(Appeal

positional

~egiJon of

G.ist·of the JUdicial Decision

Judicial Decision: Non-defecti:ve·. statemSl1t

T~ial Decision annulled)

It should be mentioned that ·~t~h~e~.~~~~~~~

\~elationshipbetween ;the p~edete=ined

.movementi. of the c:assette; box Cth:ere'gioh of'mlDvemeht:.

X.:.the casset.te box depending. on the 'fing.er· pr'essuze via

the cassette t.ape) and "p~edetertnined poSition" at

which the mot.or-cs t.ar-t.Lnq switch opexat.ea , is clea~,

though functional, in the claim of· the ;p~esent

<;specification. ,

27

fo~ guiding the movement ot said cassette; box, a moto~

capable of ~otation in. both di~ections,. a switch fo~

sensing' theinse~tion ofa cassette tape and ene~ging

~otation.of -se Ld mot.oz ,. and a powez it~ansmission

mechanism f o.r t~aPsmitting;the~otatio!1alfo~ceof said

motio.r to said .cassette. box, where... said power

transmission mechanism has" a· apzLnq, to bias said

cassettebo)<, sai.d.cassetteba>(is movable against the

biasipgofisaid sp~ingiandsaidswitch.ope~ateswhen

said i cassette box ..is pJ,lshedinup to a p~edete=ined

positiop,

(3) Gist of the Appeal Trial Decision

Since the.relaitionship. be.tween the biasing of the

'!'spring!, of.thepowe~. t.ranamf.s sd.on mechanism and the

opez-a t Lnq position of.thEk"switch"is··not.also ~ecited

('XL .',\n;·tl1ec:laill\/the cor~esponding~elationshipbetween an

invention constructedfrom·the matte~s recited in the

.claimand an invention described in the "detailed

description.' of the invention" and·.the drawings is

.unclear.·Thus, it cannotd.beiconceded· that the

·,invention) ·S,tat.ed in the ·,claitn.is ·identical to the

invention disclosed in .t.he "detailed,description of the

invention"



the

etc; , but the

the constituent

3~1 cons1deraHOlls Regarding Jud<Jll1ents of the JapaIleSe

Pat.ent OffIc~tdFuncHona.:I:ExIll::essIons in theClailns.
As shown in Table 5, there· are .. no cases in whiCh an

application isr~jeCted<oIl thegrouIlc:l.ofth~ use of :functional

ekl?ression.s in thec:J.iriIll.
one ground of ·an <!t.ppe a l t :rial ' c:l.e c:J.s i on t o h ol d the :fInal.

rejection. ...iiJ!s that'iffieConstruction. (techn.ical means for

pe:dorm.ing the;:funCtioIls recitedirtthe cicl'fm was not statec:l. In

th~ "detai.Ied description.d:f theinv-ention" or drawings' 'Wen

eriouqh so that an.yperson sk.illedinthe artcoulc:l." easEl'

impl.eIllent it.

-. Another grounc:l. was thatthe'spec.ifit: coris t ruct.Lon :for

perf6rmingthe:function recited in 'the Cla.im Was stated. in
,·dhailed.;d.esCriptloll of the inv-en'tion,"

con'§truction.'wasnotstated in the claiIll cis

28

3. Cons1deratIons

2-1-6 Case 6

Refer to V. 1.

elements forach.iev:Ln'gthepllrpose oftheiilverition;

Jud.ging' ,. froril- theseresults, it is necessary t.hat; the

techn.ical.means:for achieving the purpose of - all invention 1:>e

stated as specifically as possible.inthe"detailedc:l.escription

ofthed.nv-ent±6n'; In 'aspecificahon, etc. (one Illethod±s to

present a large nurn'ber'o:f' ~Illbod.iments) / <l.ncfih Some cases it'inay

be said that it is possible to overcome the ground of rejection

by .in's~rhng the sp~cific ce:in'strllt:tIoh of the techrlical means

into the claim as tl1.ei>CollstI t.uent;' eiemehts.

Often a difference in opinion is found between the applicant

and the eiamin'eror the 't:rialexam.ine:t'astoWhether" a 'person

skilled. in the art can. easily thin'kdfate6hniCalmeans,oras

to iWhether the tec:hnic:iil matt03r .isLa cons t Lt.uerit; - el.eIllen.t of the

invention. Since i tseems that th03 jUdgIllenfs of the Jal?an~se

Patent Office are generally strict, it is preferable to deeply

consider the course of the action taken by the examiner for
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overcoming them in an appropriate manner.

3-2 Considerations Regarding Judgments of the Japanese Court to

Functional Expressions in the Claim(s).

As shown by the judicial decisions r<pgi:l:p;i,ing, the above

mentioned cases, the appeal trial decisions holding the

examiner~s rejec:tion were.. annuj.Led for CiJ,l of ...the six cases in

which the poipt ind.il?pute,was.the!2:r-0!2;r:;i<pt;y .of f.unctional

},,~pr<p13'13ion13 inth(il. pat;ent;S l a im(13) .

Judging hom :these sal?''PB',it .appei:lfs t;hat, the JaPi:ln(ilS.<p Cou.ft

takes the basic position that "funct.ional, eXP:r-es,sipps are

P!7,fInit:teddepen~ing on .thetecl:mical field and. te.c;:hnical

coptents,."and t.hat, due. effort Ls made t.o understand the

functional expre13s,iop.s Ln-.cLafms asJully.as!2ps13,ibl(il. f rom the

13ti:lndpoint that. "t.hevcont.ex't iLs taken. into.. c:onsideratign eyen

when the. constituent . elements (ilxPfes13(il?,in f}HlCtippali:.erI(ls eWe

vague." Also, as regards judgments as to whether it is,e,i:l13y:pf

not; for aperl?pn skil.led.in. the art topri:lci:.,ip,(il t.he. invention

based on the "d(ilti:lileo.<iesc:r-?-p:tion of tltE¥. .Lnvent.Lon" in.i:.!}e

,specification, as well, as,J::h<p scope of the. claim. grant,eo. on, the
-:;".' , ,.•~ ,. .' .", .. - .' _" • ;: ,", :-, ""',__ ,:, ... : .:',_ ,:.' "_,' .' ,,_,., ",_0.'" ' " ; ; .' __ "._' "'",,,_,: ",...:-), .. "..," ':0.C.,_ ,_," .'. ":'C-, .: ... ' :..';.:

ba13ispf theemb9o.illlel1ts ,,:the Japanel?filCoRf:t l?~~ms to ,be moze

lenient when compa;r:;edi:.0theo!apanesepatent/.()fJic::e,

.Juo.ging .f:r-omthis, when it is ind.j.sput~ whether or not a

Jpnr:1:.i0I1i:llexpress,ionil1 the claillll? inteFhn,isal~Y;ic.~ea;r:;r?-t·Illi:lY

.!::><P 13ai~i:.ha,.t:the J'i:l!2a n<pse <::ouft. islllore n.fil\Ji:lt;iv@,in"ja flifllli:lH911

of i:.he /:rfiljec::tion ofi:ln applici:l:tionbi:lsed DIlly, on,t;h,epo,in"t in

shCirpcontrast.to.the.JapanesePatent Gffice .
.~. ',,:.:,': '...... _,':,'.,',: -:::'...' «,::\ _>.._.:,.>. ,...... ),.."-':. '" ::..../" ..<,..,:·,;,i.,_...'.,_ ... ,·.>··,'.'·,·._ '_"""'" ',':.":'.';:--'

v.. CGMP~ISQN Q);'. E~INA'\.'IQN .. l'RACTICECQNCERNIN<; FUNCTIONAL

EXPRESSION IN CLl,I.I.M:SJNJAl'J\.N ANP, '!'HE U,S.

In o.rder .i:.0att.emp:t::.ac::ompar.isol1 .of e~i:lm,il1ation.pzact.Lce

Epnc<prn,:l,n\J :t:unc"tipI1Ci~ expr~s13+!9ns in. c,laimsbe:t::wfilenJapa,ns,n.d th.e

U, S ., .. t.he A<ptailsoftl).eexaminat.ion of t\>'"oapplicationl?filed in

l?P1::I).Jl'lpan and the,U ,S .. were in;Vestigated.



Pattern Stitchirig from Data stored in Static Memory"

(PateritAppli.cationNo. SIt049--72702j
Case No.: SHO 63 (Gyo-ke) 43 (Decision date: 1/31/89)

Correspondi.ngUl'S. Patent: USP 3,855,956

(2)' Summary6f the Inventi6ri
The in'ITentiorirelates toa sewing machine having

a stitch forming instrUmentality which functions
mechanically in response to a signal corresponding to
dataretrie'ITed from a statiC: memory where predetermined

sti.tchpatterns,are restored.

for
pattern signal aD.

however, the finar

trial based on the
to the defective

30

"SewirigMiiC:hirie" Case: First filed in the u.S.
arid later filed iri Japan clainii.ngthe Convention

Priority based 'on theforIller;

active element and a passive 'element

effectively impressing the stitch
said', electro-mechanical' actuator ,i ;

rejection was held in the appeal

grounds Lf.st.ed below 'relating

statement.

1-1

1... 2 oetaiTsOfExanii'hationforJapanese Application
(1 Y ", JUdgment6ftheappeaTtrial

After annulment' of the appea'ltrial decision

holding the firialrejec:tion for the lack of inventive

step, the ground 6frejectlonthattheexpressions
"driver", "counter" and "static memory", etc. in the

Claimwere'func:tlonal anduD.cJ:ea:t' 'washotified.
In order to overcome the rejection, the'applicant

amended "driver" (constituent element B)" to "electro

mechanLceL actuator", and "a devicefoFetfec::tively

impressing said driver" (constltueni:.'eleiilent: F) to "a

driving circuitwhi.ch inCludes at least one 'each of an

1. Case 1:
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1.) ~lthough it is indj,spenSCibleto.specify that the

"elec.trp-mechanical actuator" is. equipped with a pre

determined number of solenoids and that the output

momentum of each solenoid is weighted as the

constituent elements, no recitation is made regarding

the specific construction· of the actuator. Also, the

expression "ele.ctro,mechanical actuator" is too

comprehensive when compared to the embodiments.

2) The "driying circuit which includes at least one

each of an active element. anda.passiyeelement for

effectively impressing the .. stitclJ.pattern signal on

saidelectro,mechanical actuator" (constituent element

F) is a driving circuit which includes driving

. transistor .and resistance. for.' controlling the current

to each solenoid, but the relationship between the

driving transistor and the solenoids is not specified.

F'llrtlJ.er,ju~giIlg .fromtlJ.eem1)pdi.ments, the

"drivingcircuit "should be limited toa devdce wherein

t.he out.put; signal corresponding to the data retrieved
..L '..;-,;,_ ..'". - .... ",,}';:.; ._.,' ,_,'.: .:. -';",', ;._,,,_ ,.- '"" ...- .,__..,','-_"'" ."..' "c, __ ,_ " ".,',

from theme,m0l:"Y is fed·;to each solenoid.withciut any

modification of the signal f'o.rm ;

(2) JUd~ent. ofthe.Lawsuit for Annubii~nt' of Appeal Trial

D!,!cision

.i\l1Ipng. ·the. const.Lt.uent; elements recited in' the claim,' the

preljent.j,ny.entipn.j,sparticularly characterized by. the selection

of the ljtaHc:me,m9:t::y(C9Ilstituent element E). Since actuators

othertlJ.an .the. electro,mechanical actuator,. as well as the

qircuit configllrationsforimpressing on.an actuator a pattern

. lj.tgn.~J,P9rres.'ponding to data .retrieved.fromamemo:ry

lI:nowninT the. art, there .Ls no T needt.o . limittheconstituent

elements.. B .andF to the di.sclosure of the embodiments. Also, in

consideration of the cPntext, the e:l!:pression "effectively

impressing" may be specified to define that the. driving circuit

has a function for impressing a signal corresponding to the data

from the memory. Thus, no defective in the functional expres-
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sions of the cLaLmwas attributed.

1-3 Details of Eiamination in the U.S. Application

In the u.S.,· there were no particulars regarding the

rejection stating. that the constituent element was expressed

..functionall¥.7Euri~.herr ..the.. rec.ita.tions·~...!cmeims.for'extracting.···.

data groups "and . "means for summing each data group" for

correlating the data groups st;redin the "static memory" with

stitch pattern ~i<Jeals ." impressed on the "driving device" were

supplemented to clarify the difference from the prior art.

(TableE;!)!

Comparison q.f~at~ntedCla,irnSin Japanan<.ithose in the U.s.1-4

"A statj;~.~e~ofY" i(COnstit:ueIlt e 7ement E+F) was .amended in

both countrie~7P: "ia i~tatic memory (constituent eli:ment E) and

means for impl'eSsie9 a:sUtch pattern ~ignal 0eadriving device"

(constituenti:l~m(;3ntF) However,in theU. S 0' constituent

elements E2 and E3 regarding tile static memory were added in

order to clarHythe· dLf:ference:Erom the prior art while in

Japan the driving device was modified into an electro~mechanical

actuator, but the subject matter was deemed roughly identical to

that at the time of thEl filing of the applIcation.
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Table 6-1 Comparison betvveen Claims in Japan at the timeof'Application and at the time of Publication for Opposition

Claim in Japan at the time of Application

A Ina sewing machine having a stitch forming instrumentality variable over
a predetermined range between successivestitches to produce a "att~rn
of stitches,

B a driving device operativel~connected to impart movement to said stitch
forming instrumentality over said predetermined range in response to
stitch pattern signals,

C a pulse generator driven in timed relation with said sewing machine for
producing an effective timing pulse between stitches,

D a counter responsive to saidtiming pulses from said pulse generatcir for
producing output control signals in a progressive code, and

E+ F a static memory responsive to said control signals and effective to
impress on said driving device an individual predetermined stitch
signal corresponding to each different integer in said progressive
numerical code of control signals.

c:laim in Japah atthe timeof Publication for Opposition

Asewingmachine having a stitch forming instrumentality to produce a
pattern otstit~hesby varying the individual co()rdiuatesover a
predeterrinEld range?etween successive stitches,~omprising

anelectro'mechanical actuator operativelyconnected to said stitch
forming iustrlJmentali1Y to impartr:novement to said sti1chforming
instrumentality over said predetermined range in response to stitch
pattern signals,

apulse ge~eratorfor producing an effective timing pulse between
stitches, beingdriven in timed relation with said sewinqmachine,
a.counter.for produci""goutput coutrol signals ,in a proqressive code
which is responsive to-said timing pulses from said pulseqenerator,

a static memory capa~l~ of influencingany individual c~ordinate position
of said stit~h forming instrumentality lII(ithir'l said predetermined range,
a~d whichstores datawhlch can be retrieved in response to impression of
said output c0r'ltrol sig~al, and '

a Wiving circuit whichincludes,at l.jastone each of an activ~ element and
a passive elem~nt. and effectivelyimpressesa stltch patternsiqnal which
corre~poJ)qs to.said data retrieved from said, static memory on said ,
electro-m~chanical actuator, in response to said outputcontrol signal of
said PfbgrllssiYEl ci:ige.'
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Table 6-2 Comparison between Claims in the LJ.S. at the time of Application and.at the-time of Issue of

Claimin the lJ.SA at thetime of Application Claim in the U.SAat the time of Issue of Patent

A Ina se""ing machine having a stitch forming instrumentality variable in
position over a predetermined range of positions between successive
stitches to produce a pattern of stitches,

B a driving device operatively connected to lrnpart movementto said stitch
forming instrumentality over said predetermined range of positions in
response to stitch pattern signals,

e a pulsegerierator driven in timed relation with said sewing machine for
producing an effectivetiminq pulse between stitches,

D a counter responsive tClsaidtimingpulses from said pulse generator for
producing output control signals in a proqressive numerical.code,

El a staticmemoty m~ansforstoring data groups.capable of b~ingsummed
every combination of which is unigue,

E2 meansres"onsive to said plogressive numerical~odeofsaid tontrol
signalsforextr~cti~gs~id data groups fromsai~staticmemory,

E3 means for summing each data group:extractecl\from said static memory,
and····

F m~ans!!ff~ctive t6impress.on said1lriving devi~e a stitcl1 patterrisignal
correspondi ng to the summation of .eachdiffer",nt data group e.xtracted
in response to said.progressive numerics] code of control signals!

A Ina sewing machine havil)g a stitch forming instrumentality variable
over a predetermined range between successivestitches to produce a
pattern of stitches,

B a driving device operatively connected to impart movement to said stitch
forming instrumentality over said predetermined range in response to
stitch pattern signals,

e apulse g",nerator driven i~ tillled'felation withsaid sewinqmachlne for
producing an eff!!ctive timing pulse between stitches"

D a counterresponsive to said timing pulses from said pulse generatorfor
producing output control signals i.n a progressive code, and

E+ F. astati.c memory responsive to said control signals and effective to
impress on said driving device an individual predeterminedstitch
signal corresponding to each different integer in said progressive
numerical code ofcontrolsiqnals.
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(1) In the section "Claims" of the . present spec~fici'ttion, the

following constituent elements (a) (d) for t.he present

invention are not stated.'

detects
, •• -, -:, _'i,

fact that, said obstacle sensor repeatedly

obstacle at predetermined time, interval,s.
~. ,'- .'. '0 .... ',:,' .:.> ..... , ' ',' ,

THle oithe'Invention: "Running Vehicle"

(PaitentA,ppl:i.cation No. SHO 57-188386)

Field: ~achinery

Correspondi.ng U,.S.Fa.tent: USF 4,5<37,271

The fact that the'; obstacle sensor

non-contact tiP,eobstacles~nsorsa:r:r.~u),(Jeld
saLd vehi.de fOft~eptifp9s~eOfk'

the obstacle in,auplurali,ty of divided. ranges arranged

laterally of saidveh.icle

The

the

( 1 )

'." .

( 2 ) Summary?J . the .Invention

The inve,ntion relates to a self-propelled vehicle

for lawn mowing, . etc., which' senses obstacles, judges

whether theob~tacle is at rest' or in motion, and

controls·the'vehicl€ so as to cause it to'detour when

the obstacle .is' at rest and to automatically stop the

vehicle when the obstacle iS,in motion.

(b)

(a)

2. Case 2:

"Runn.Lnq Vehicle Case First filed in Japan and later

filed.in t.he U.S. Cla~ming the Convention Priority based on

the first.application.

2-1

2-2 Ground' of Rejectioriof the JapaneSe ApPlicatioriari<:[ Response

Thereto

The Japanese appLfcat.Lon has tI:e s<jlme thre,e 'claims at the

time of filing as those a:t, t:~e t.imeoffiling in ,the; ''9. S., but

the following grounds ofrej.ection ""ere LndLcat.ed ,

170
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the

the

the

the prior art

an embodiment

based upon

limited to

rejec:tion

claim was

control whertthe.obstacle is at rest arid ',mtoniatically

stops runriirigwhen the obstacle is inniot:Lori.

(C:) 'I'hefact that said obstacle sensor judges whether an

obstacle is at restOr '.Ln vmo t Lon on the·' basis of a

change in the detected posit:Lon·():f the obstacle or a

lack thereof.

2-3 Ground of Rejection to the U.S. Application and Response

Thereto

Claims I to 3 are rejected under 35 U.S.C. 112, second

paragraph, as being indefinite for failing to particularly point

out and distinctly claim the subject matter which the applicant

regards as the invention. The claims are narrative in form and

merely catalog two elements, namely a sensor and a control means,

and attribute all sorts of desirable results to the two elements

without defining further elements necessary to produce the

desired results.

Following this, the invention was patented upon addition of

the necessary means for carrying out the functions and rewriting

the claim into a "means plus function" type claim, for example,

by changing "cause the vehicle body to detour the detected

obstacle when it is at rest", to "control means operatively

interconnecting said vehicle body and said signal generating

means and receiving said generated rest-detection and motion

detection signals, said control means for (a) causing the vehicle

body to detour the detected obstacle in response to receiving

said rest-detection signal."

The EkaniineraskedtheappficarittCl limi1: ClaIm 1 to

embod.lmerrt's state.d in'Ciaim 3. Byacc~ptingthis liirihahon,

6bjeetion't6state.nieri1:in£he.' cl,iliniwas withdrawn, 'a.ndt.hus,

Lnvent-Lon was' pe.t.ent.ed,

Also, to overcome bhe

using only one sensor, the

using multiple sensors.
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.fUl;ther, thegrollnd. of I'<=jection that the ..illvention is

obvious oyer."tl1.epdor a;"t was (lvercoIl\epy limiting the claim to

an embodLmerrt; of unmanned running .veh.LcLes.

2 . 4 Compar;i.son of Patented Claims in Japan and those in the U. s.
(Table 7)

In .the ..U.~., despite thElIl\(lre.spedfic red"tation of the

constituent .elements in !'meansp],p.s f uncrt.Lon " .type claim than the

original which was found to have a defective statement, the

cont.errc u s deemed "to berop.gl1.lyid<=n"ticaLto that;qt "the "time of

"the filing fl:pplicati0I;l. I!qw<=ver, in Japan apa"tent~qs.iSfiP.!'!c.i

onLy after J,imitin.9'tl1c~cla~Il\fitO thla.<=ml:)odimlal:lj:s as c.i§lsc;ibed in

claim 3 . Further, the constituent element; C was .added.to

ov'!"rsome .. thEL rejectiollbased llpOll.the pdq; art..



Table 7-1 Comparison between Claims in Japan at the time of Application and at the time of Publication for

Claim ln.Japan at the time of Application

(Claim I}

A A runni~?vehicleh~ving an obstacle sensor 5 ofthe non-contact type at a
fr~ntPortion of itsbody 1,.
characterized in that the vehicle is providedwithcontr()lll'leans

E1 forjudgingwhether an.obstadedetected.is at rest ()rinll'l0tion based on
the result of detection

F and controlling the-vehicle body.1so as to cause the body to detour the
obstacle when it isat rest or to automatically stop the vehicle body when
the obstacle is in motion.

Claimin Jap"n atthe tir!1e()fPllblicati~l1f()rOppositlon

(Claim 1)

A A running vehicle which isequipped with an obstacle sensor 5 of the non
contact type at a front portion of its body 1,

F and a controller 12for controlling running means or steering means of
said vehicle body based on the result of said obstacle detection by said
obstacle sensor 5,

and which ischaracterized bycomprising the follo~ingelements listed as 8-F.

8 The above mentioned obstacle sensor 5 iscomposed of multiple non
contact type obstacle sensors SA, 58 which arearranqed laterally of said
vehicle body 1 for the purpose of sensing the position ofthe obstacle in a
plurality ofdivided sensingareas A1-A3 arranged laterally of said vehiclebodyf . .. .. ~. . .

C Said sensing areas A1-A3 detected by said obstacle sensors SA. 58 are
separated into a plurality of detecting areas comprising the area detected
separately by each individual obstacle sensor sA and 58 and the area
detected simultaneously by the adjacent sensors SA. 58.

D Said obstacle sensors SA, 58 are set to repeatedly detect the obstacle at a
predetermined time interval to.

E Said controller 12 isequipped with judgment n)eans for judging whether
the obstacle isat rest or in motion based on whether or not an obstacle is
detected in said sensing areas A1-A3.

F Said controller 12 isequipped with means for ~oping with said obstacle
which, based on the result from said jUdgment~means, outputs an evasion
control command to said running means or saidsteerinq means, to cause
the vehiclebodyt() detour the Clbstilcle\lllhentfil'Clbst~<:I~isatrestand
outputs a stop commandto said runningmeanho cause said vehicle body

...... tClst"prunningwhentreobstacieisih motion:
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Table 7" 1Comparison between Claimsi n Japan atthe ti rneofAppl ic:atiorlafid~tthl!time.ofPu.. bl.ic::ationforpppositi6rl, ,. . . , ... '.'.'".' ", "' .... '..... '.' -- ,."," ....- ...
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Claim in Japan atthetime of PubliCationfor Opposition
'-'i.' .''', ,", ..:. "," '. ," .. '. '-";", '. " " ,," '".,.,

B, compr,is.e.s,anobs~aclesen,so.fScorn posed-of aplUral ity'ofobstaciesensors
SA,SB ofthe non-eontact type.arranged side by side laterally of the

~ :,',' ,:'-':' ;'>',-:" " , L,><':; :·"c' ::"ti<" , :'" >; <,': ,,', ", :: ,<-' ::/: :;'C,,:,' !:;': '.'. :';-",
vehicle body 1for detectl ng'the position'ofthe6bstacle laterafly of the
v~hicl~b6d\tfihai>liW~litytif ranges, and

", - ,-.:, ;""if::",'- , ...

D measures the distance L' from the vehicle body 1to the obstacle

repeatedly at a predetermined ti me interval to by the obstacle sensor 5

E2 and judges whether the obstacle isat rest or in motion based on whether
or not the measured distance L' differs from an estimated distance L2 to
the obstacle which varies in corresponding relation to the variation in the
distance LO oftravel ofthe vehicle body 1 per predetermined time
interval to.

Claim in Japan at the time of Application

(Claim3)

A runninq.vehicleas defined in paim"
wherein the control means

(Claim2)

A running vehicle as definedin.Claim 1
where; 1'1 the control means

E3 judges whether the obstacle isat rest or in motion based on whether or
'IW6t there isa change in the ~ositionA" A2,A3 ofthe obstacle

D which is repeateflly,detecte!l ,at a predeterminedtime interval to.
",,, -",,' ",' .. ",' .. '.-- ....." ..' ,



Table 7-2. Comparison between Claims in the U.SAat the time of Application and at the time of Issue of

Claim in at the time of Application Claim in U.S.A. at the time of lssueof Patent

signal generating meansconnected to said sensormeans for determining
whether the detected (jf)stacle'isat rest or is in motion and for generati ng
in responsethereto a rest-detection signal or a motion detection signal,

, respectivelv; and, "

control meansoperatively interconnecting saidivehicle body and said
signal generating meansand receiving said generated rest-detection and
motion-cletection signals, said control meansfor

, .. , \i," 'c/,:': CO,': ,",',_,_:' ,':."',".". "'i,e,,':::':"-,:',: ,- ;:i:
(a);;~a~singthevehicle body,to detour the detected obstacle in

responseto,receiving saidxest-detectiorl$ignal; and,
I

(b) stopping the movemenMfthevehicle body in response to
recelvlnq said motion-detection slqnal. i

(Claim 1)

A A self-propelled. unmanned running vehicle haying a vehicle body
movable over a surface. said vehicle comprisinq:

B obstacle sensor~of the non-contact type disposed at a front portion
of said vehicle body for detecting the presencebf an obstacle in the path
ofmovement of said vehiClebod,,; ,,' , '! '

A A running vehicle having an obstacle sensor Sof the non-contact type at a

front portion of its body 1, characterized in that the vehicle isprovided

with control means

E1 forjudgingwhetheran'obstacledetectedis at rest or in motion basedon

theresu I,tpfcdetection

F and controlling the vehicle body 1 soasto cause the bodyto detour the

obstaclewhen it isat rest or to automatically stop the vehicle body when

theobstacle is in motion.

(Claim 1)

(Claim2)'J

A running vehicle asdefined intl<lim)
wherein the control means" ' ,

D measuresthe distance L1 from the vehicle body 1to the obstacle

repeatedly at a predetermined time iriterval1:o by the obstacle sensor 5

E2 and judges vvhetherthe obstacle is at rest or in motion basedupon

whether or not the measured distance L1differs from an estimated

distance L2to the obstacle which varies in corresponding relation to the

variation in the distance LO oftravel of the vehicle body 1 per

predetermined time interval to.

(Claim 2)

Arurining vehicle jls,~~firi~d inClaim ,1
wherein sjli<!signal generatlrig meanS ,i.!)c,ludes

D (a) measuring means for measuring a distance Lt from the vehicle body
to the obstacle detected by said, sensormears repeatedly at a
predetermined time interval to and

E2 (b) judgment meansfor judging whether the obstacle isat rest or in
motion basedupon whether or not the measured distance L1differs
from an estimated distance L2to the obstacle which varies in
corresponding relation to the variation in t~e distance LO oftravel of
the vehicle body per said predetermined tinje interval to·

40
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Claim in U.S.A. ~t the time of Issueof Patent

E3 and wherein said signal generating means judges whether the obstacle is
at rest of in motion based upon whether or not there isa change in the
position A1,A2, A3 of the obstacle-

repeatedly detected at a predetermined time interval to.
I ...., .'.,.....,.... , ...._ ."" ,., .... ,.' .",,.

(Claim 3)
A running vel1ic.leasdefined.inCiaimAib·.;·..
wherein said obstaclesensor.meanslncludas;

B a piurallty oflateralobstaclese[lsormeanseachofthe non-contact type
arr,lngedsidebysidelaterally,of the vehicle bodyfor detecting positions
Al,A2, A30fthe obstacle laterally of the vehide body in a plurality of
~rabge.s,'u""", ", ....., ." ''',.

~raim .in jatthe time of Application

A running vehicle as defined iri, Claim 1
wherein the obstacle sensor Scomprises

a piural itY of lateral obstade sensors SA, SB of the non-contact type

arranged side byside laterally of the vehicle body 1for detecting the

position ofthe obstacle leterally of the vehicle body 1 in a plurality of

:range:.~(,

'aridthE,cOritrollTleansjudQes whetherth"e6bstaCieisatrest or in lT1()ti()n
based upon whether or not there isachang<i" In the position A,1 ,A,:2, AS of

the obstacle" .

repeatedlydetectedatapr~determinedtime interval to.

Tabli!7-2: Cbrtlparisdh6etlllieeHClaimsirlthel.J:S:A.atthetime of Applicationandatthetime ofIssue of Patent
,}
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3'. Cbn~idera.ti()ns

The<foTlowing may be inferred frolllthe aboveC6mpa.rfson;

In Japan, when functional expressions exist in a claHn~

the examiners are inclined to require that such expressions be

fully supported in the "detailed description of the' imj~htioh;;.

lawsuit, seem to be somewhat,

Illorelenient.

Concerning theexalllinatlon pract.Lce for funCtional

expressions in claims in Ja.panascolllparedto that in the U;:3.,

one opd'n.Lon" holds .',' it to be more'strictjwhileanother op.i.n.l.orr"

holds it to be more lenient. Our study showed, hov.rever,th'at cis

long as 'the t.echn.iceI'vmeana are judged to be 'clear, ft Can be

said that the 'functional expressions in the claim(s) shall 'be

pezmd, Hed'. Notwithsti'fnding it is difficult to provide a general

·c±::i.teriaforjudgingwhether or not; th.e techniCal Illeans is clear

because 'a difference wiHadse case by case as tb how fully13.

statement mus't be made in the "detailed descr.Lpt.Lon of the

invention" .

"

On the other hand, in examination in the U.S;, it appears to

be suUlcient that thespeclficconstruction v.rhfch exhibits the

claimed function be supported by a single enibodimentBven when

the constitution of the claim is stated in functional expression,

and it may be supposed that the main poLrrt ' tobeexamfned is

whether or not the difference between cons t.Lt.uent.eLement;s in the

claim and'those in the reference cited is significant.

The major cause of differences inexalllination result in

Japan and the U.S.A. for the same application may reside in the

faCt that s t.LpuLa't.Lon'<vp.rovLdLnq the scc3peof the invention

expressed. in functional terms in a claim must be "limited to

identical or equivalent to that specific13.lly described in the
, '

specification exists In the U;S.,whfleinJapan any technology

in question whiCh satisfies the definition giveniir' the claim is

generally interpreted to faHwithin the scope of 'th.e'invention.

Considering the above circumstances, when a comparison is

made of dailllsrecited.using functional expressions which are

permitted on the basis of identical' eIllbodiInen.ts, it could be said

that the scope thereof are broader fnthe U.S. than in Japan.
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Nevertheless, it cannot be easily assumed that "the, jllcimnent,s

re<;j',1l:J:"dingthe en~orc;ernent, of rights . bgseci.onthe claims stated

usi~gtfupctiona.l expr~ssionsare!:>r9aderin~it,herGountry.

VL. PROPOSAL

The functional expression in claims offers to t,h",,31ppliGgnt

an extremely expedi.ent; me t.hod.i.for- .~xPJ:"essing., theinv""ntiQn as a

tec;h.niC::1l:l tideain~.asy, .compr-ehensLve and t!:>J:"oaci,..rgngingte:onp .•

On the other hand, such an expJ:"essiQn is ullgvoidably

flbs;!;:Fact, and.idue t,Q.tl1eirbroa,dness:,i,t, ,is ligb,le.to provoll:e:"a

,f~j~ction during examination on .. ,the· groundstl1at tl1""y includ""

.the prior art. F.U.rtherr, inC;.ilseswheF~ the yaliciity, oft·tl1e

pat.errt is;i.n dispute in patent infringemElnttlawsuit-s , etc;.', aft""J:"
' '. ,_,:. __ ' .,,,', .,' ,... .. " .. ,_,' ' .. " .:, .. : ',,' ,', ." .. "\ .:_ '." ,_, ,.' ,.'._" H.'_, _", '_ '," .,' _, '.:,

.t,hepatent.h.Bsbeeni.ssU""<:l" i tip li,]{ely"ins()rn~ pasestha,trt,l1e

c La Lm is. construed as.. encQmpassing not tl1eexaqtlyidentical

spope to thatlit~rallystated.i,nthe Glaimbutthe. nilrrow~r

scope limited to the embodiments.

'l:'l1~J:"~fore, when express Lnq c;laims in funotLona.L terms in

J"apap, wouldb,eadvisablet.o take the~oll()wing

cQnsidergtiQn·

L prafting of the Specificg.tion

.( 1) As regards the points . featured. in an invention,

unnecessary. :f~nc::ti,onal expressions should be avoided, and it

s.h.()uldbeJ:"""rn~Jnb~redtl11l:t ntherangewitl1in whicl1functional

~xpres.siops are pezmtt.t.ed is the range encompaas.Lnq

technical matters stated inthe~cietaileddescriptionof the

invention' and in the drawings}'. C:()I).cerning the other

conat.Lt.uent; e.lern~nts, +f a persop, ski.ll~d i,pthe art easi,lY

. h its .on

then. functional expressions. way e Lso ,!:>eus""ci ,!:>ut it" is

preferable.notto overuse them.

(2) Expr~ssions should .be creat.ed so as tostepwise:LY

raod.i.fy .t.he le.vel of abstractness asmuch as pos s.i.bLe, by,t,l1e

uSE! ,Ofrn~l til?le claiIUs.
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( 3) Embodiments for differE!ntitechriical meansvhav.Lnq the

same fiunct.Lon which support f unctd.one.l, axpzes s Lons.rshouLd be

Lncrraased as many as possible and stated' In 'the

speciflcation.

the 'specific':techrticalmeans 'forperforminga·<furtction

stated'ihtheclaims (s ). is easily" thought of by arty person

',,','skilled .Ln the art', the appIdcant. must cons.Lder the

.following points'.

(a) For description of embodiments, materials, equipments

'artd "proces'ses, etc. with which the technical means

should be\iprovlded to achd.eve the "purposei 'Of the

Lnvent.Lon , as"well as the'reasorti for use'thereof,

'should'be 'clearly stated.

(b) In the section "Detalled Descrlptlon of the Inventlon"

of the speclflcatlon, the operatlon of the technlcal

means for achlevlng the purposeo:ritne il1ventlon,as

well as lts functlon, should be clearly stated.

2. Response to a Ground of Rejectlon

(1) Functlonal expresslons in the clalms are usually

abstract and thus the subject matter of ithe LnverrtLon is

d Lf f LcuLt, for the examlner to understand. Therefore,

applH::atlonsare llabletobe rejeCted. 'When a not.Lce of

rejectlon ls lssued, the contents of the offlce actlon from

the examlner shclUldbe dUly contemplated (anlnterview may

even be preferable If occasion demands ) . It is'poss,ible to

avold the flna1 rejectlon by maklng a proper amendment.



45

,3 'e..,;Appl.icationinaForeign .Country

In filing anapPlicationfol:"p~tEmt.in <I.. for",ign,c01mtry,

the followingmatte+:f5 should ,be taken into con.side+:ation.

(1) In filing an application for patent in a country where

examination practice isdiffe+:entfrom, the homeland, it is

;essenti,alto'make every effort to 'pr.epare .a.claim( s ) in

.compl.Lance .with the exam.i.nat.Lon practice of the country in

which,.,.theapplication,.if5 planned to beffile(i, ifo'!:'. example,

by substituting an apparatus claim withaclaimexpref5sed in

means plus function, or vice versa.

(2) . It would .,beconsi(iered prefepabletoafJord adequate

't.ime .t.o an ,~gentini!the country. where an application is

"planne(ito.'. be. file(i to pre~examine..and translate the

specification, even when.ref5triction'is imposed on a period

allowed for claiming the conventional priority, etc.

3. Nakayama" Commentary on Patent Law" (Seirin, Shoig)

·4. "Allabout.Claim.s of"Functional Means (patent, translated

by Hotta Yolo 45tNo.(2)

2.Yoshifuji"!,atent J:,awOutline (9th Revision) (yuhikaku)

Japanese Patent Office onExamination Criteria of

"Specifications"

1.

5 . Hashimoto,"Claims expressed with Means p Lus Function"

(edited by Yuasa and Hara Law and Patent Firm)

"Protection of Intellectual Property - The Trend of the

Practice") (Japan Institute of Invention and Innovations)

6. Hanabusa, "U.S. Patents Explained" (Gihodo)
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YasukUra :';Explanation; (oofSo.,Called Functional Claims "

"Court:. ...pr~C:(tf2esyst9!fteq~¥~d by Makino) (Seirin Shoin)

7. "U.S. Patent Procedure Text (Cushman Darby and Cushman

Seminar on Intellectual oPropertyoiMatters)" (AIPPI JAPAN)
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Observations .·and .Synopsis.of Major L~gislative Changes
in U.S. Trademark and Copyright Laws Since 198.7

Brian E. Banner
senior Trademark Attorney
M9nsanto Comp~ny

September 2, 1992

Ame:ricanslovetocompete•. Whether. it. be .. in sports such as
baseball.or business, Americal'ls; .want to be part of the game, to
know theru}esand tot~s;t their skills•.Given a level playing
field, Americans ar~.pautiously willil'lg to learn about and
experiment with new competitive ideas. In American baseball, from
about1134!) .untid.L 1886'"pitc::hing~ was defined a.s throwing the ball
tothebatterJ1nderhanded.Chang.ing that rl,lle made the entire game
far more commercially successful, exciting and enjoyable.

wh~nthepa$$i:i~f3 Of.tiIII~ causes something to beC:0Dl~C1n
ar-bitrary.obstap.l.4i!. to the success of a sport or venture.we
1.Dl.erfcall:;;l,ls;Ually'"t.in.ker'"~ithtlie rules with the "ieW' to .overc::cinie
tl1eOl:ll\l,!:acl~..In.ma.~9r lea.gue baseball. for example,. diff4i!r4i!n;t
bClseball t4i!anisroutil'lely. adjus;t. the distances betweenth4i!hpme
plat~and;theo4t.fieldwa.lls})~tween seasons; to increas4i!;th~n~4i!:r
.Clf hpm~ J:"l,ll'ls .hit .at,!:hepark andthe~xci.;teme.I'l'!:.of;tllegamespl~:t~<i
·ol1tl'ie fie ld..·sinc::el'?EliEhe]lonie and vis;it. il'lg· teailts hayethEi .. ·sClnie
ppp(lJ:"tuni;tyf.()J:"ahome rHn the adjustment is a fair imprpvem4i!nt.

Our United Stat~sLtrademark and· copyright laws are not· immune
from this process of '"tinkering'" and removing arbitrary obstacles
tojDlpro"eperf0rnlance.Durin~.th~.past five years. there have been
Dlanyproposalsin;trodl,lced into. Congress to enhance these t\\r0Cl:r4i!C1s
.of ciur~aws .. In We bac::k9f theJ:"oomI\\rillleavea. handoutlistil'lg
thepropos;ed U'~'J~deral legislation. since 198} affectingl1'S'
trad~D1ark and cppyright lClw.and praqtic~..sirce 1987. Th~sel~sts
wil~.be availa.bl~ to you as you leave tpday. As. you will n9te OU:r
effortstolegis~ate fai:r improvements in;thesetw.o a:reasis
supflt.antiaL Many Oftlle Ested proposalsey~ntuallybecame part
of.our federa.l Ia.ws.pue tp the. time c9nstraints we. have I will
1iDlitDlyr~ma.:rlcs Eowll.a;t.lconsider to be the most significant
pieqe 0flegislaEion. il'l4i!ach o.fthese two areas.

IIlthe;t:raclemarkcirea, clearly the most important pieqe of
enact~dlegfslati9nha.sbeent.he .Trademark Law Revision Act .of
1988, Pub. L.. No. 100....667, 102. Stat. 3935 which became et::fective
on November 16, 1989,on4i! year after being signed by President

l:rhisinfomation.ls compiled .from the annual reports of Committee 6()l
(Legi",llltion) in.tlle sectio;11 ?f Patent, Trademark and Copyright Law, the Americ::an
Bar Association, chaired by Herbert C. Wamsley.
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Ronald Reagan. 2 ThEl'rrademarkLaw Revision Act
made three, major changes in federal trademark
changes are:

of 1988,(TMLRA)
law. The three

,0

eThe term of a federal trademark registration was reduced
from 20 years to 10 years;
eTrademark rights of national scope can be initiated by
the filing of an '"Intent-To-Use'" trademark application
in the U.S. Patent and Trademark Office without actual
"useN'of" tne mark; aria.»., ,":"""'" '" '",
eThe quaLi,ty of trademark '"use'" required to obtain and
maintain rights in a.federal trademark registration was
increased and '"token use'" was abolished.

Let's start this revi.ew of these three major cpangesbeginning
with the easiest change first. Under the TMLRA, the:regist:rat~on
and renewal term of all new federal trademark registrations was
reduc:ed from 20 ,to 10 years. Under the La®;3.Jn~ct,imliffidavit
of use of a registered trademark is required ~o,l:lefiledbet~een

tllElfifth and sixth anniversary of the registril.'tt.0I1.or,t.he
r El'3'istrationis abandoned. Prior to 1=.he TMLRA,'"dead"'r0o~'"in1:.he
f()rmofregistered trademarks which fell in:!:onon-usElaftera.Jlse
at(idavit, was filed, ac:c:umulated ,and clut1=.ereci the regist¢r • They
l:lElcameobstacles to the "effectiveness' ofthefeder:cq r:egistratiqn
s¥stem.lfa. bllsinesschanged its marketing,P±l:lI1and;d:roPPEldits
\:isf$ofa particlliar registered trademark, thElrEl was .no re~ir:Elment
that the company which owned an abandoned trademark registration
file an express notice of abandonment. This '"deadwood'" or non-

2 ,The United States Trademark ASSOciatiOri(USTA)iestablish"dfTrad..,,\a~lt
R~Hew Commission in March 1985, to c()llduct a studyt;o d..~ermine ~fthet1"it"d
States, trade,,\ark Ilystemwas effective to: 1) FU1~iF th.. ()bjec:tivellofthe
T"ademark Act of 1946 as set f~rthatthe time of its, enact~nt;2j Aqc<Jllllllcx;late
J;>fesentday busine,ss and c<Jllllllercia1, practic.. s ,a.ndf..a1iti.. s; 3) ImI'l~entthe

J;>ub1~C policy ()bjectives of the UIlitedStates; 4) FUft;her ~he princip1esalld
obje~tives of the trademar~ concept and an optimal t"adef"arksystem;and5)~da.pt;

topot••ntia1 future changes in business practiqes and co~rcia1re1ationships.

Thirty-eight experienced trademark practitionersl"om acad.,mia, the corpo"ate
sector and the private bar sPElnt two years revi....ingan~makingreco~..nda.tions
for changes in the Trademark Act of 1946, also known as 'the Lanhain Act. In
Augu~t, 1987 the Trademark Review Commission i~suedit~ fina1,reI'()rt and
reco~endations", That report became, the corne"stone fo" S "188~ intr0cluqed by
s ..natorpeConcini in November, 1987. R..presentative Mo~r\leadintroduced identiqll1
~"9iS1ation in Marc~, 1988 in the House of Repre~entatives as H"R"4156.c~ange..
tOR;R. 4156 were made and a clean bill sponsored by Representative Kastenmeier
as H.R. 5372 was reported out of the Judiciary Committee in September",1988.
seye~i!.l c~promises were reached betw~~n the :Ho_u~e:i!.ncl:~en~t~_:",~erBipJ:ls)_and S.
1883 a~ amended was passed by both the Ho~seand se"atein,october,', 198~. See
The Trademark Law Revision Act of 1988 published by the USTA .for a detailed
examination of the legislative history.
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.. used trademark prevented many companies from using siJllilar ma.rks
for the remainder of the 20 year initial term. If a company filed
an application to register a similar trademark it ran the risk of
having the WdeadwoodWregistration cited against it. Under Section
2(d) of the Lanham Act the U.S. Patent and Trademark Office's
(USPTO) trademark attorneys are required to cite prior registered
trademarks which. are confusingly similar to the sUbsequently

trademark~ during the formal examination of all trad~ma~k

~:i,~~t:i,ClIl~,~t"~p.i!thi!Pp~n~~,.tp.~~pp1:i,c:ant~Clll,!~p.i!ve,~o i!:H:~!!1P.!; ..
overcome the citation or abandon his trademark. If he couId

distinguish his mark from the prior mark to the satisfaction of the
trademark attorney in a formal written reply to the Office Action
his application could proceed. If this was not possible and he
could not find any use of the cited trademark or its owner to
obtain either an assignment or express letter of abandonment.th~n

the applicant was forced to institute formal.cancellation
proceedings before the USPTO's Trademark Trial and Appeal Board.

The USPTO did not know or have the resources to determine when
and if a registered trademark waswdeadwood. w This caused needless
expense and delays for all trademark applicants. By reducing the
registration.term to 10 years these prior but abandoned wdeadwood w
registrations are marked abandoned. This major change enhances the
federal system by making it more reliable, easier and less
expensive to use. It also brought the. U.S. trademark registration
term into step with the registration terms in most foreign nations.

To review the second major change brought about by theTMLRA,
the creation of national trademark rights by the filing of an
wIntent-To-Usew trademark application, we need to briefly look a.t
the history and recent developments in U.S. trademark practice.
Historically, U. S. trademark rights were protected under three
separate but overlapping systems, the federal registration system,
state registration systems and the common law of unfair
competition. The most important of these, three systems in my
opinion was the federal registration system embodied in the. Lanham
Act, 15 U.S.C. sections 1051 et. seq. A trademark registeredullder
the Lanham Act. provides its owner many procedural advantages
including (a) national constructive notice of the registrant's
claim of ownership of the trademark and his exclusive right to use
the mark in commerce on the specified goods or services; (b) the
USPTO's rejection of subsequently filed federal applications for
confusingly similar trademarks and (c) the fxclusion of U. S.
imports bearing confusingly similar trademarks. Most states have

3 The TMLRA supplements the procedural advantages of federal
registrations by making all registrations on the Principal Register prima
facie evidence of the validity of the registered mark. After a registration of
a mark on the Principal Register becomes .incontestable under Section 15, all
of the presumptions become conclusive. This is a substantial incentive to
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laws protecting trade~arks under principles similar to the Lanham
Act. About half· the states. have .asPiirt of .their state law
"'antidill,lti0l'l'" statutes intended to protect certain "'famous'" marks
under a different principle.

. '. .

•... . . •The nature! of the protection afforded trademarks under the
federal, state and common law is protection against the likelihood
of confusion as to the source, sponsorship or qUlilit;y of branp.ed

.go()ds .. or . services . This is "'traditiona!'" trademark protec:tioll.
Common lawtradelllark rights were created the instant the mark was
used incommerce.and those rights could be subsequently registered
in . either or both the federal and stat;e systems. The social
purposes for granting enforcement for tradtamarks include protecting
consumers rights to be. free to choose between c()mpetinggoods and
services. without . being confused and protecting merchants .and
manufacturers' reputations for dependability, integrity andquality
for the branded goods and services they offer. Conversely, state
"'antidilution statutes'" do not require any likelihood of confusion
in the consumer e s mind, but only the "'watering down'" .of a."'famous'"
mark,. even if no reasonable person would be. misled as. tOt;he
source, sponsorship or quality of . goods or services bearingtl1e
allegedly dilut,ing brand name ..For example, the famous mark. "'COqa7
Cola"'would bepr6tected under state antidilution stiitutes if t.h.at
trademark were used by an unrelated third party on its bar.s()ap
withoutpE!rmis~ion. from. the. ccca-cc.ra Company. under.lilFat.e
antIdilutiqn statu~es n~colllpetition 1:?e~ween the piaiJ1t.iffandt"tle
defendant IS requIred. . Under "'tradItIonal'" trademark law, for
infringement to arise there must be a likelihood of. confusion in
a particUlar industry for particular goods or services betWeen .the
plaintiff and the defendant. .

apply for.federal registration of one's trademark.

4 fn an effort to gain a degree of national unifp"",ity for tr~demark~.~is)
a-vis. the .various state antidilution statutes, .in.August 1992 the Section of
Patent, ~rademark and copyright. Law of the American Bar Association p~sseda
resolution favoring in principle that the owner of.a. ~~ousmark. fed'''e-ally
registered on the Principal Register beentitled,subjecttotl1e ".rinqip~e"of
equity, to an injunction against. another's uSE! of.a ma.,k,}>eginn+ngafter .:~\,'j'
regis~ra:nt's mark becomes famous, that causes diluti011 of the. distinctive quali,ty
of the registrant's mark, regardless of the· presence % absence of(a}
competition between the p~.,ties, or (b) likelih~od of conf)1~ion, mistake/or
deception. It also passed a resolution favoring in principle that ownership of
a valid federal registration on the Principal Register should constitute a
complete bar <to :an action _~,rO~?ht by, ~notheI:', pers9~_', undez:: ~_he common law or
state statute seeking to prevent dilution of the.distinctivenElss. ofa mark~ ~ut

that... an.y.. fe.deraldilution 1.egisla.t. ion. otherwis.. e ahouLd be. in. ad.diti.on....to.: a.nd.•..
should not affect those remediesavailal>le\lnde.,~hecommon la", 0FPurBuantt9
state statute. This area deserves further watching, .
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under the pre-TMLRA federal laws, thE! only way a domestic
,applicant could obtain trademark rights was to use a given
trademark'.. in commerce. A. foreign. applicant or registrant could
acquire a federal trademark registration under Section '44' of the
Lanham Act without alleging use of the mark in:U.S. commerce but
the foreign applicant had to state that the trademarkwasinusSsomewhere and submit specimens showing the mark in use somewhere.
However, a domestic applicant who filed a trademark application for
.the registration ofa trademark which had not yet been used in
ci>mmerce routinely received notice "from ·th~USPTO·that ·tlle
application was void ab initio; the filing fee was not refunded.
The saying for domestic applicants was, -First the trade, then the
trademark.- Today, this is.no longer absolutely true.

Whydi.ci the Trademark Review Commission recommendchariqiilg
the U.S. laws to include -Intent-To-Use- trademark rights you might
ask? There . were several good . reasons. for arriving at this
significant change in the law. The traditional rule requiring use
.of the trademark in commerce before protection seemed/reasonable
since all rights were based on the thought that the protectible
right was the identification by consumers of a particular entity's
trademarks with its goods. and services; In other words,consiliners
had .the right not. to be deliberately confused by unscJ:'upulous
traders. palming off bogus goods and services under. misleading
brands. The traditional rule, whilestilLvalid, no lorigerc6vered
alIi situations in the complex U.S. marketplace. .

Basi:nqallU,S. trademark rights on prioruseofa€radema'rk
in commerce involved substantial risks to the ·investmene'of··time
and money for :domestic entrepreneurs. For example ; when a domestic
company wanted to launch a new branded product, , it first had to
conduct.atrademark availability search to detect any prior users
of an allegedly conflisingly. similar brand :.. forthegoods '. i~
question. Jus,t as baseball base runners must. avoid running too
closely to one another , .under U.S.: law any entityentering. a market
with a branded product'forthe first time must avoid creating a
likelihood of confusion with all prior brands on relatedprodllcts
in use in that market. A legal opinion was given that there were
or were not prior rights in other's brands. In the former case, the
domestic company had to select a different trademark If there were
no detected· -confusingly similar- brarids or trade names for the

5 The TMLRA amends section: 44 by requiring all foreign applicants
basing their U;S. trademark application on the ownership of a foreign
application or registration to state that i.t' has a bona fide'intel1tion to Use: .
the mark in commerce (and"collimerce~rtleansallcommerce which may' lawfully be"
regulated by. the u.s. Congress). 'However; since use of the trademark in
commerce is not required prior to the issuance of a federal registration.
foreign applicants arenotreqttiredto submitspacifuens ·'of the lise of the i

trademark.
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same or similar goods and no likelihood of confusion," then the
company could adopt, use and register the trademark for its new
product. However, there was always.. some degree. of risk that the
opinion was wrong perhaps because the search report·had overlooked
an allegedly confusingly similar prior trademark. If the report was
incomplete, the company risked being sued for trademark
infringement by the prior trademark owner. If this situation
occurred the newly branded product could be enjoined from further
sales and..the. success .of. the. new product was in extreme jeopardy.
The entire commerciCll sll.ccessofa newprodll.ct"might turn on one
missed prior reference.

To add to these risks, in 1984 the Trademark Trial and Appeal
Board issued a decision in Crocker National Bank v. Canadian
Imperial Bank of Commerce, 223 USPQ 909 (TTAB 1984), 29PTCJ 3. The
case. held that qualified foreign applicants underS 44(b) of the
Lanham Act could file U. S. trademark applications based on SS 44 (d)
and (e) of the Act, 15 USC 1126(d) (e), without alleging-prior use
of the trademark in commerce. The rationale for this unexpected
major change in U.S. trademark practice was that to require foreign
applicants to allege use of their trademark anywhere and require
specimens of such use was inconsistent with the United States'
obligations under the Paris Convention as implemented by S44 of
the Laiiham Act. Under Article 4 of the Paris Convention a trademark
applicant in. one. country .. of .the .union.has .. a ..right.of priority of.
up to six months from his initial filing date in Which to file a
SUbsequent application for the same mark in a second country of the
Unic:m. In most foreign nations a trademark registration can be
obtained before.the trademark is ever used as long as the applicant
states an .*Intent-To-Use* the trademark. The validity of the
reSUlting foreign trademark registration depends upon sUbsequent
actual. use of· the trademark within a specified time frame of
between two to five years directed by the foreign national law. In
this .case a Canadian applicant did not allege any use of" its
tragemark or submit any specimens as had previously been required
by the .U$PTO. By reversing the prior practice, this decision
allowegforeign nationals the right to register their foreign marks
in the U.• S. without ever using the mark in commerce.

How could a domestic applicant know when a foreign entity had
applied to register its mark in its home. country five months before
the U.S. company selected the exact same trademark for the same
product in the U.S. market? The foreign company could file its
trademark application in the u.S. after the U.S. company adopted
and used the same mark and the foreign company would have U.S.
pr~ority. Based on the foreign application the foreign applicant
would be granted a U.S. registration. Domestic users of the federal
trademark registration system viewed this decision as unfair. This
was an arbitrary obstacle to their use of the federal trademark
registration. system and it created different rules for foreign and
domestic applicants. These problems lead to the 1987 USTA Trademark
Review Commission'S final report and recommendations and the
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introduction of S.1883·containing theintent-to-use prov1s10ns.
Theintent-to-use trademark application provisions introduced into
the federal system were intended to lessen if not .. eliminate the
preferential treatment afforded foreign trademark applicants over
domestic applicants.

The TMLRA amended the Lanham Act by creating a second.path
for federal applications f·iled by domestic applicants. The prior
Use-based trademark application procedure requiring dates of first

specimens of the mark "as usediricommerceremairis iritacer
The verified, written "Intent-To-Use" application may be filed
based only on a "bonafide"intention to usethetradema~ in
Commerce at some future date for specific goods or services.

When the "Intent-To-Use" application is filed, the USPTO
examiner reviews the application to see that it complies with the
Lanham Act and issues an Office Action either (1) identifying prior
references against the applicant's mark and/or (2) requiring
amendments to the application as filed or (3) stating that,<the
application is complete and ready for publication. If the Office
Action contains items (1) and/or (2) the applicant has six months
in which to submit a written reply.

After all formali€ies are complied with, the "Intent-To":Use"
application is published for opposition in theofficial'Gazette~of

the USPTO. Should someone think the mark is confusingly similar
with their prior trademark rights they may file an opposition
against the "·Intent-To-Use" application. This announcement to the
U. S. pUbl.ic of·the bona fide intention by applicant t.o register and
use his .trademark on hd s goods and services. prior. to expending
large sums of time and money on the actual commercialization of the
trademark is a great benefit to the domestic applicant. Should·the
facts develop that the "Intent-To-Use" applicant selected a.' mark
too close to .prior undetected trademark rights for the· same or

6 All 'Intent""To-Use' applications must specify:
othe applicant's domicile and citizenship;
-state that the applicant has a bona fide intention to use the
trademark in conunerce; .
odescribe the goods or services on or in connection with which the
trademark is intended to be used;
osubmit a drawing of the tradelnark as it will be used;
ostatethe mode or manner in which the trademark will be used on
or in connection with the goods or services; and
obe supported by a verifiE,d statement that to the best of
applicant's knowledge and belief, applicant is entitled to use the
mark in conunerce, and tha.t no other person has the righttoi. do so,
either in a form identical to the mark or in a form so nearly
resembling the mark as is likely to cause confusion, mistake or to
deceive.
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similar. goods or services, the applicant can abandon the trademark
and not have to waste a~l the time and money involved in
adYertisingthe mark and printing brochures.

If the wIntent-To-Usew trademark application is not opposed
within thirty days of the pUblication date the examiner issues a
Notice ·of Allowance.in the case • The applicant has. 6. months from
the mailing date of the Notice of Allowance to begin using the
trademark. in commerce. and to file a verified Statement .. of. Use with

specimens evidencing-use of the n1lll:'kdispl.ayed in the
wIntent-To-Usew drawing •. If the wIntent-To-Usew applicant.does not
or cannot begin using the mark.in commerce within 6 monthsof.t~e

Notice of Al~owance, it can file. a request for a. six~month

extension of time in which to file the statement of Use. That
request must contain a verified statement that the applicant has
a continued bona fide intention to use the mark in commerce on the
goods or services in thewIntent-To-UseWapplication. It. also must
state applicant's ongoing efforts to make use of the .mark in
commerce or give a satisfactory explanation for the failure to make
such efforts. As with most papers filed in the USPTOthere is. a fee
which. must accompany this· request. Extensions of. time. will. be
granted only in six-month increments and may not aggregate i'more
than 24 months. If the Statement of Use is not filed within 30
months of the Notice of Allowance, the wIntent-To-Usewapplication

abandoned.

Once the verified statement< of Use is filed in the USPTO
stating that the mark was. used· in commerce on a given date .and
accompanied by the three specilliens.or facsilJiilesof the mark as
used and accepted by theuSPTO,thewIntent-To-Use"application is
complete. The USPTO issues the. federal trademark registration
certificate in the applicant's name. The trademark rights reflected
on .the certificate date •back to the filing date. of.the wIntent
To-UseWapplication. Notice of the registration is pUblished in the
USPTO's Official Gazette.

This wconstructive.use datew as of tne .. filing date of the
wIntent-To-Usew application significantly less.ens.the risks facing
domestic applicants. By pUblishing the application before the
trademark is placed in use, an applicant can give national
constructive notice .of its bona . fide intent :to use.thli! mark on
specified goods. Third parties have.the opport1.lnity to oppose the
mark prior to applicant going to the expense. of placing the mark
in commerce. An applicant with a bona fide intent to use the most
successful of several trademarks in a consumer survey may file
applications for the marks with respect to a given product. Once
the survey is concluded, the applicant .should expressly abandon
those applications for those marks which it no ,longer intends to
use.

The TMLRA contains a specific provision concli!rning the
assignment of an wIntent-To-UseW application. An WIntent-To-UseW
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application cannot be assigned prior to the filing of the. statement
of Use, except to;.a successor of the applicant's business or the
portion to which the "!Intent-To...,Use" trademark .pertains.The
purpose of this provision is to prevent the trafficking; 'of
tradenllarks.·' It conforms with the principle that a trademark cannot
be validly.assigned apart from the business or goodwill with.which
it is associated.

Finally, the TMLRAabrogated the cionceptof"tok.enuse~"f
trademarks which .had evolved ,'over' the ···years 'l'y: 'judicial
interpretation of the LailhamAct's use requirements. "TokemiUse"
was the degree of use courts believed the Lanham Act required to
recognize common law rights and reSUlting federal trademarkrWhts.
In De Mert & Dougherty. Inc. vCheesebrough",Pond's Inc., the
federal district court in Chicago stated:

[A]lthough there has been some hostility to the use·of
interstate transactions' that were' contrived"specifically
for the purpose of obtaining federal,.regist]:"atioh, the
current state of the law is that an;'initial transaction
can 'bemadeprimarilyfor ·federa'l registration purposes
provided that the registrant intends to C:ontinue.using
the mark in commerce.

An "'intent to.'. continue"'.. was..inferred .bye... the'...:.registrant's
continued . use of the mark, on goods sold. However, continuing
sporadic, casual and nominal, shipmentsorfewusesofa:trademark
followed by'a cessation of all use of the.'mark thereafter was held
not to be sufficient to support the existence of trademark. rights.
The line between "token use" on the one hand and continuing
spciradic,,'casual .and nominal shipments on the other was not well
defined or sharp. Costly litigation was engaged in to .determine
whether a particular marketing practice under a brand namefelLon
one side or the other of this faint line. Each case turned on ,', its

..'7 In Fort Howard paJ?ercompanyv. Kimberly-Clark Corporation;,390;F·.2d
1015 (C.C;P.A. 1968) the Court was asked whether the shipment by Fort Howard
of' '6' 'boxes of branded facial· tissues ,toilet tissues, paper. napkins 'and.towels
followed by 18 month... ofllo sales wasilufficientto have the'mark in bona 'fide
use in,commerce prior.to'KimberlY""'Clark's'trademarkapplication.for.the same
riiark for'siriiilar goods. ,In' answering the question in the affirmative the court
stated that even though the first sale by Fort Howard was deliberately made
"expressly for federal registration purposes", that fact did not mean the
transaction wasnot·bona':fide use for federal trademark applicatiollpurposes.
The record showed that Fort Howard intended to contillue use of the mark,
conducted marketing and advertising tests in preparation for production and
national'distributiohalldin fact continued using the mark after the 18 month
hiatus in sales.

8 348 F Supp 1194, (1972, NO Ill), 175 USPQ 460.
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own:setof facts and a better and brighter definition was needed.
It was notehoughfor the trademark use to be pUblic alldmoreth.an
de Tminimis,it had to be continuous commercial use. without this
continuous" commercial use , the trademark -owner exposed itself ·to
claims that it was "warehousing" trademarks and. had abandoned. the
trademark rights~ The word "commerce" is defined as all commerCe
which may be lawfully regulated by Congress. The. legislative
history of the TMLRA specifically states that the new definition
()f"'usein .commercla'" in Section.. 45 was .. to .. "eliminate.....1:.Qla
dommercially transparent practiceo'f token use ... · Section 45;as'
amended by the TMLRA>reads as follows:

Use incommerce~The term"useincommerce"'means use of
a mark inthe9rdinarycourseoftrade, commensurate with
the circumstances, and not made merely to reserve a right
in a mark. For purposes of this Act a mark shall be
deemed to be" used. in commerce .• (1) on' goods when it is
placedinany.mallnercon.the goods or their containers or
the displays associated therewith or on the tags or
labels affixed. thereto, or if the nature of the goods
makes such placement impracticable then on Tdocuments
associated with the gOOds or their sale, and the .goods
are sold or transported in commerce, and (2) on services
when it is used or displayed in the sale or advertising

,.0f·.·sElrvices' and the ·services.. are.rendered. .in,.commerce;:....
or. the services are rendered in more than one State or
in this 'and a foreign country and the person rendering
the .services is engaged in commerce in connection
therewith.

This new definition is deliberately a flexible standard. The
legislative history clearly shows that the' "use in commerce"
reqUirement should be interpreted to mean "commercial use which is
typicaLin.a particular industry ...>It encompasses genuine> uses such
as test market uses, infrequent sales of large or expensive items
or ongoing shipments of new drugs awaiting FDA approval to clinical
investigators. This new "use in commerce".standard applies to all
aspects of. the., federal registration system under the Lallham Act
includinguse.,..based applications, "Intent-To,.,Use" applications j

statements of. Use,· the. filing of the affidavit of use required
under Section 8, the. affidavit of incontestability which maybee
filed under. section 15 and all future renewal applications required
under section 9.

Turning to the area of Copyright Law, with the passage ofCthe
Berne Convention Implementation Act .. of 1988, ..theunitedState:;;
became a member of the Berne Union by entering into an
international treaty known as the Berne Convention. The.Berne,
Convention is a treaty covering broad exclusive rights in
categories of copyright work.
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Dating.from1887, the·BerneConventionhas'been revised five
times in order to address changed conditions and advances in
technology affecting the rights of authors. Each revision has
strengthened and extended authors' and copyright proprietors'
rights. All members ofthe.Berne Union agree to treat nationals
of .. other member countries just like they treat their own nationals
for Purposes of copyright. prot~ction. In addition, certain· minimum
levels of copyright protection are guaranteed to..the .nationals ?f
allm~mber countries., For 'example, all membe7states'of the Berne
union proyide'that .works'have" a"copyright"duration"Cif the"life"'of' '
the author plus 50 years. United States authors and. copyright
proprietorsactiv~lysupported.theBerneConventionImplementation
Act of 1988 (BCIA) which took effect on March 1, 1989. The move
alloweqthe U.:s,tgformaUy,establishcopyrightrelatidnswith 24
countries w:i;thwhom itpreviouslY',had no copyright·, relations. As

,the u.S.' is one ,of the. leading ,exporters of copyrightable
materials, .... including films, '. tapes',· ,;records, . videos,. computer

. softw.areangbooks ,·the Berne. Convention serves U. S . authors and
ccpyright Propri~tors>by enhancing their remedies ·.against forElign
copyright piracy. As of March 1, 1989, the copyright of new works

, by u.S. ,authors is automatically .protected in all memberco\lntries.
W"orkso~.foreignau,thorswhoare nationals of '. a Berne union country

.andfi:rst. p).lblishe!i ... in a, Berne union country .are .. ' automatically
.protected ill the UiS,

f~E! BtIA requi.~~cl. several.qhanges in;u. S,· copyright law.
Following are some of the significant changes:

l.Mand~torYd~PositintheCopyright Of.fice<of two complete copies
of the besteditioll of the .work pUblicly distributed in: the United
st.ates is required,· independent of. copyright registration. However,
copyrigfitregistrationsatis.fies thisl~galrequirement. .

2. iOn u.S. workS pUblished on or after March 1~1989,manda.tory

copyright noticeis.nolonger required. Failure to. place .anotice
ofcqpyrighton copies.orphotographs,ofsuchworks will no longer
resultinth~ loss of, copyright. The BCIA is not retroactive "and
th~r.efore; notice req).lirements that were in place before March 1,
1989 gqyernall wOrks first publ.Lshed during that -. period,
regardless of national origin. Notice is.required.for works first
published .between, January 1, 1978. and February 28, 1989 on copies
dis.tribut~d.in.theUnited. ;states,including copies which
inadver.ten-tlyomittheproper. notice"to be entitled to protection
unclerthecopyright Act . For works firstpubl ishedbeforeiJanuary
'I, 1978 <wi-thoutthe requisite copyright notice, copyright was lost
immediatelY. .

3..1Iefore. a. copyright. infringement.. action may be filed in the
united Stat~s fora work of U.S. origin, it must. be submitted to
tfie.c:opyright ,Office.. ·for. registration. Works .·not of< U. s. origin
but which are Berne Convention works, are exempt from', the
registration requirement prior to the institution of legal action.
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The person seeking the exemption bears the burdehof proving that
the Berne Convention work is not sUbject to the registration
requirement.

4. Timely registration of the .work within three months of the
pUblication, c:>rbefor.e infringement, provides the copyright owner
the possibility of. award of attorrtey'sfees and statutory damages.

The copyright; owner who registers.before or within fiVe years
the first pUblication receives~·0tlrEr;~bertifflt~~~cff~~';a;"le<j"aT

presumption that the facts stated.in the copyright certificate of
registration are trJleandthatthe copyright is valid;

6. Finally, as a result. of the BCIA,thecopyrightowner is no
longer required to recorda transferl:lefore instituting a copyright
lawsuit in the. owner's. name. However; recordation does offer
certain benefits, including establishing priority between
conflicting transfers andLexclusivelicenses and establishinqa

. pUblic record c:>f the contents c:>f,thetransfer or document.

The BCIAof 1988 removed one of two historical obstacles to
U,S.adherence.to Berne, namely, the Convention's requirement t;hat
the enjc:>yment ..and .theexercise· of Berne Convention rights should
not be sUbject to any formality. By repealirigtheformalities of

copyright notice, registratic:>n and recordation of transfers, .
the U.S. cC:>J1Iplied with this requirement;

The other obstacle to U.s. adherence to Berne was removed by
a formal opinion, fr.om the Director GerieralofWIPOcOrtcerning
"moral rights" .Ln works. That. formal opinic:>nstatedth'at the
united states did not need to enact statutory provisions on"moral
rights" inc:>rder tocoJllPlywithBerne.The Director General opined
that such rights already existed in the U.s. under statutory and
common i.Law, .The Dire.ctor General pointed to the Lallham Act's
section 43(a) which, constitutes the general federal law of "unfair
cc:>mpetiti()n" ,. the state .common law and statutoryprovisiorts against
libel, defama.tion.,misrepresentation,.and unfair' competition: The
Berne.amendments.make it clear that U;S; adherence does not'ex~and
or.. J:"educe the .aYailability under Ui. S: law of whatever ... "moral
rights" an author may have and that no claimant in the U.S. court
can rely on the .Berne Convention itself for protection on such a
tl1eory absent the existence of an applicable domestic law. States,
such as California, Massachusetts and New York, have statutes that
protectwhat;iscalled.anauthor's."moral rights" notwithstanding
the fac.t that. the author may have sold or otherwise disposed of all
ownership rights in the work. Under the statutes,.and "moral
rights" provisions in other countries, the author of the work has
a bond with his w.c:>rk based on the fact· that works of authorship
express the author's "personality" .. Among other things, anauthor
exercising ';; his "moral rights" in his work' may controL sUbsequent
modifications to the work for example;
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In conclusion, change is necessary and inevitable ifgrcl\..th
and improvemeI1:t is; tooc:c\lr~Forc:example,\ dn. U. S"c:baseball two new
major league teams, namely the Colorado Rockies and the Florida
Marlins will be added to the National League next seas'on:; 'The
Trademark Law Revision Act of 1988\:, andthe.!!cBeriie Convention
Implementation Act of 1988 are tWQ!shining!:, examples of a
willingness on the part of the U.S. tOichange:its'domestic laws to
allow its citizens to compete more effectively under its trademark
and
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) ~Date: 'October 1992 (The 23rd Convention in okayama )

We have conducted investigations and researches on
provisions of the Trademark Law and the Unfair Competition
Prevention Law as well as recent decisions and judgments in
connection with protection of some of well-known marks.

If an application is filed in Japan by an unauthorized
person or entity for registration of any unregistered well-known
trademark, an opposition may be filed against it in accordance
wi th the provision of Article 4 Par. 1 Sub-par. 10. Decisions
granted endorse the protection, as it is actually provided as
contemplated.

The defensive mark registration ~ system in Japan is widely
made use of by not only Japanese businesses but business
entities from abroad.
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1. Introduction

The Japanese Trademark Law is on a first-to-file and

registered basis. Thus, if you want to protect a .tradema.rk

which you either intend to use or have in use, you must first

apply to the Patent Office and .have it ,registered there, AlSo,

if, with respect to any unregistered trademark you may have in

;.;[ a.EtuaLuse!.;C!.p.¥.<:l!::tel:"p~EElon applies to ;.thePatent,Off ice . and

r.egister it before you.i.do, your 'Use of· tha.t trademark will

constitute an infringement of the trademark right held by that

another .per.son,

The above does not necessarily mean that the very fact that

you have a trademark. in. ac.t.ua.l, .. use·. is not.s.ufficient enough for

protection aj:( ,alL ''J'he tradema·rk Ls. Pl:"9tected' under the

Trademark Law and the Unfair Competition<Prevention Law subject

t() certain conditions. An~ample of.j:he protection would be

tt,lecas.e,;j:ha;tatra;demal:"k . which has .become.we.ll::-kno.wn in Japan

as • the ..resultof use thereof. '. Hence, a' tl:";ademark which is

overseas but is not so ill Japariis . riot q:ualifiedfor

the protection. For this reason, owners of the overseas

well ... known.it r adema r ks care likely j:o. complain, that protection of

tl:leir.trademarks in Japan, is not enough.

From. the above viewpoinj:,;.we·wouldlike)to ·.reporj: to you in

the light of the past decisions and judgments how the well-known

trademarks in Japan a r.e. ,af,fo:r:de(Lprotec::j:~2p.~ Tt~S'1."~P<:ll:",t will

fllI'ther ... outline the .defensive mar k: re9i.~t1."at.ions¥sj:elllf':I;or the

protection of the well-known trademarks •

•
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II. What is "a Well-Known Mark"?

LNecessity for Protection of Well-Known Marks

Supported by' divers'ifiedousihessactivities durihg'the

reCent; years {.' t.hos'e ma..rks:whiChhav'e Decbmefamous<through mass

media publicity and advertisements 'now . penetratedeeply into't:he

pUblic:A.s a result i if used for gbodsother>thah' ;those for

very' likely' to"Detaken>b¥ thepubliC'asDeih~iusedb'y:the

legitimate owner of the mazk brits auth6rizedaffiLiates.

Under the Trademark Law, use of a trademark'lsiniilar't:o a

registered trademark within the scope of- similarityof goods (

constitutes an infringement of the trademark rights. The scope

of similarity is, however, restricted to that to those goods

reasonably related to the goods for which the trademark is

registered. Thus, here is one of the grounds for the special

protection to De provided for the well-known marks. Thus, it is

ess"ential that the owner of a registered trademark reserve the

power to exercise his right against the use for goods which are

remote in their relations with, and would not normally be

considered similar to, that of registered mark.

While the Japanese Trademark Law requires registration of a

trademark in order for it to De effective against third parties,

a third party could apply for registration of an unregistered (

trademark which has Decome famous, in an attempt to get a free -

ride on it. Should such situation be left as it is, the

goodwill of the legitimate user of the mark will De impaired.

Thus, any such application made by third parties must De

excluded on the ground of existence of the well-known trademark.

- For the reason stated above, the Trademark Law and the

Unfair Competition Prevention Law of Japan afford special

protection for well-known trademarks.
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consumers. Territory.".wise,it is,tiikenwell-known;as.long as;it.' ,. '.' '.,'. ... -.'-" .. " - -,',.' ,"'", -, .. ", -,,- _,. ",', ,",- ',-;. '-- ',' ,. -", .-'-,,-" -, .,_ .. '. '

is so wJqely known :ina certaina.rea, and not necE!§$ar.ily

t;hroug~out.,qapan,

2. What is a Mark "Well-Known "?:
Well-known trademarks may vary in their extent, ranging

from those applicabl,e ig;ii specific; area, such as the Kanto area

<consisting of>Tokyqand s.~rr()~ndingprefec;t;ures), tothos.e on a

niiJ:,~on\'liqe:!:lasis, or"Jrom t.hose ;;VI'E!ll-knO\'lg ogly. .amonq specific

conaume r s.. to .t.hoae .. known to the;gE!neriilpubl, ic.•

In't;his:paperlthe;levelofthe well-j{.nOllln in. the sense·<of



IILProtecti.ons in Japan
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Marks 'of Others

which cis likely: 'to

be refused on the

1. Trademark Law

In ..Japan . trademarks are basically .. :subject to regi stra.tioh

in order for the rightful owner or licensees to:set up against

third parties. For this reason, owners of well-khowhtradema.rks

generally apply' for registration thereof for the protection

owner. of :the: well-known trademarks are entitled, to' "exclude

infr ingemen.ts ·:t.heretoby.thi r drpart.Les •

.InfringementS of:atrademark ;would take place/hot 6nlywhen (

a.st.r.adema r k .identical: to the registered trademarkds applied to

other, goodsidentical"thereto,but'when'i t ,is:applied,to:S'imilar

goods, and further when a similar trademark is applie& to

identical or similar goods. Thus, it may be said in Japan that

it is an effective maansvof 'probection:of,well-krmwn trademarks

to ;.have . them ,registered .for as: broader: scope of "goods as

possible.

A trademark, onceregiS'tered, can 'exclude" appf-i.ca.tLons by

c t.hers. ,of rsimilartrademarks .:Well,.knowhmarks, if:unregistered

or ".be.ca.use.ofdissimilarityof goods ,.may not succeSsfully

exclude an .appl, ication, for regi stration by o t.he'rs', . The

Trademark Law has. provisions, as i discussed, hereinafteq,to

protect the 'unregistered well'-,known trademarks. (

Incidentally, there is a special registration system, known

as the" "Defensive Mark~system!tosafegua.rd well-'known

trademarks .It .. wil,l also .be.discussed hereinafter.

(1) Prevention:of Confusion with Well-known

Any trademark applied forregistra tioh

be confused.with a well __ known mark shall

following grounds:



confus.i.on of orig.in

....__',ks._ A-'mark·, w;ideliv 'known

intended to prevent

-famous 'm~,'l'
.. .

I
:)

Prevention of.'Conf\1s·iori,·(Article' ,4 ,'Par. LSuh.,..PanliS.l

_IITradema r k. ,regi stration shaLL 'ribt;be-effected'·with.respect

to any trademark which is liikely to cause confusion with goods
pertaini.ng; ,tb;a,llbtllet· person I sbusiness; II ._ .

The- purport.of ,this .provision.,.d'sce.toj· prevent"confusi'on in

genei:aL',.which'do.es not facl-l: under ,the· provision, '.of Ar,ticle i'4

Par. 1 S.ub."panlO 'as; quoted above. This; 'provis'ion is; so

construed.as to,;apply.,aliscL where goods for"which an.. application

for registration isfiled',iis beyondtt.he scopeoL>simil-atity;

among. consumers. as indicatinggoods. pe.r.t.ad-nLnq, to <bus iness .. may

prevent registration thereof by' any Jotherperson as its

trademark. Except as provided for>tinder -the Unfai'r Competition

prevention Law / the. Trademark ,Lawdoes>not.provide injunction

with; respect to. use of, .such!unregistered'.famotis mark' by 'another

person;

e2k .Names of. Other! ;PersonS (Article 4 Pat. LSub~pat. 8)-'

Famous name s: .and their,abbrevia-tions could "wellindicate

origin, in. the same manner as trademarks applied to goods.

Thus -anYiunatith.orized us'e ,,'of famous'," names ,and;,;theit

a·bbr,eviations by.another;person.wi'llc cause confusion .o f origin.

Fot this -.' reason, ,the . following .pr.ovd s Lon- is contained in the

Law:

To Protect Well-known Trademarks (ArticlieA, par.l Sub"'-Par. TO)

"Trademark registration shall not be effected with respect

to any trademark which is widely known among consumers as

indicating goods .pe,rtaining.toanother personrsbusiness,or any

.t.rademer k.. similar thereto, and which is used 00 such goods or

simi l.ar.goods,.·~..

This provision is
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'!TradElmark registration shaU,Ilot, oo'¢Jeec4:ed withirespect

to any trademark which contiiins, anotnex'pet'ilOJ1'S 'pOI"trait<oi:

name, famous pseudonym, professional<nameorpenname of another

per son ,or famous abbreviation thereof (except where such use

aba.Lk.bave been approved' by <such another person) ."

This provision is cOllstruedasaregulation for protection

of a personal right. 'The famous pseudonym and its famous

Right' to, use! Trademark 'by virtue of prior, use <Article 32 )

"Where, from a time ,'prior to the:Elling 'by"'anotherperson

of a: trademark apj;llicationand :wi thotitanyilltentionof i unfa d r

compet.Lt.Lorr; a rpersonvhas been uSing in JapaI1the<tradematk','in

the "apj;llication: ora similarttademaCrkoI1'goods'<des:LgnatedQn

the<aj;lplidatio'n, or on'similari goods,and,i'a's aC';res'\]]:'fT,:,the

trademark has become widely known amonqtconeumer s ascindicatirtg

the:"goods cas beingj;lertaining to hi s ,busirieSS'))at the<'tiSme of

filing of'thetrademark:apj;llication,he<snall have thec'right' to

use that.' trademark on the isaid'goods,<providedthathe,ccoritinues

tous'e that trademark 'in respect of the goods • '" i(

This is the so-called "Prior Use" provision" 'and intended

to protect, as having legally been acquired by virtue of that

provision, those trademarks qualified as the well-known

trademarks, to the extent that it continues to be used as such.

Any such well-known trademark should excl ude registration

thereby by another person pursuant to Article 4 Par. 1 SUb-par.

10. The intent of this provision is to allow such unregistered

well-known mark to be used continuously, without requiring any

decision to be made for invalidation of any trademark

registration effected by mistake in favor of the said another

, person.

(3) Otheri.provisionsRelatiI1gto Wellc.:kllown McLtks':

The Trademark " Lawcontaih'sthefollowing'provisions

resj;lcet,to well""known'marks':

witly
"
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"If, in" the event the original owner of two or more

:regi stered trademarks, as identicaL or, similar t.r.ademar ka for use

with identical or similar' designated goods has caused or

permitted one' of the registered traCl.emarks to be Lnval.dda t.ed

and, wi thout,the knowledgeth&t thetrad,emaJ:k, registration is

the invalidity thereof, used the registered trademarks or

similar trademarks inJClparr,inrespectofthedesignateCl. .qoods

orsimila:rgoolisr anc:1J,thetradern.arks/have beComejwidely' known

among consumers as indicating goods ,peptaining, ,to his .bus Lness ,

he shall have the right to use the trademark in respect' of the

goods, prov i ded that",jle,qontinues,toso.l.lsej::jle, tradern.ark. "

:rhis is 1mowna,s "Right tio Use,TradeIllarkdl.le to .use Prior

to Regisj::ration, Clf,'Demand for Invalida.tion Trial. ~ ,A trademark

re:gister,edby"misj;.a,ke may be, inval Lda ned by a trial. The

purport" ,of . this" Plfovi.s i o n, ,is, ",to protect the reput&tiOn, 'of a

UPI:>Y, a tr.ademazk eowner fI,()!lI,CleS'biiii::ETOj1-----

aSithe ;resulj:. of invalidation oLthe registered.,traClern.ark, if,a

tradeIllark is "regis,tered by mistake' notwithstanding' glfounds

preventing, such registration, and the "triidemark owner i without

the knowlelige of its 'being invalid, us,ed, the . registereCl

trademark and, as a, res1.l1t, .t.he trademark -has become widely

known,and'famous.

Right to '.use, ,:rr&Cl.emark' Due to Use ,Prior to Registration of

oemand for ,Inva.lJCl.ation,Trial (Article 33)
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,C4li DefensiveiMarks

The:Trademark' Law provides in ~respect of the Defensive

Marks" as follows:

nIfcaregisteredtradelllark iSCwidelyknownamon'Ji consumers

asindicating~the designatedgoodsipertainingto business of the

owner of that trademark and, because Of use of the registered

trademark by another person inrespectofigoods,<other than the

similar goods, there is a likelihood of confusion between such

goods and the designated goodspert.ainingtothe,business:of the

owner of that trademark, then the owner<of 'that registered(

trademark shall be entitled to a'defensive mark registration of

a mark identical to the: registered trademark increspect of the

g~oodsof which the said'likelih60d of confusion is present."

~ (Article, 64).

~nUseof~'a registered defensive trademark in 'respect of the

id<7signated<gobds shaId.: be deemed to be an infringement of the

rights: pert.a Ln i nq tothe~defensive<mark( the right ,of the owner

of the defensive trademark shall notextendto'anyisirtrilar mark,

however ),,"CArticlei 67:),

1) 'It ,will not be sufficient for protection 'of a famous

trademark to simply exclude ,similar trademarks for

s Imf La r vqooda , ~ If'ia famous trademarkis:registered(

withrespect:to goods f6rwhichit is used, the effect

of the registration shall not extend, to any dissimilar

goods. Although it would be possible' under the

registration principle to obtain a trademark

registrati6nfor ~ goods not in use, •the trademark

~':registration so effected 'will ~besubjectto the danger

of cancellation from the viewpoint of the burden of

proof of use.
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Because of its famousness, a famo\lflt:I:'CldE!ItlCl.r!Li~S very

likely to b<3,r~egistered o rv.used.vby third "parties on

dissimilar goods, leading to cori f usLon among general

cOI1§umer,sandpossibly tio "dilution of the.effectiveness

'.' of .t.he trademark. To safeguard/such famous .trademark,

some sort of prot.ec t Lcn is,.deemed' necessary. It is

tllis Defensive Mark System that .. is intended to satisfy

.2) Tlle Def e l1siYe,Mark, ,8Ystemhas thefollowing.advantages:

ae;~ppl,ications for trademark registration which could

give rise to confusLon with a well-known trademark" are

supposed·to,be rejected' in accordance .. withthe

provision,' of. Article ,4 Pat; lSub'":pat. 15,!as

previously referred to. The scope wi thin. ,which 'such

,cOnfusion could take, place is very hard to! ,beidef ined,

how.ever.. It is, the registration, of a defensive; mark. ~

that clearly defines the ~ scope within which ,the

C:Onfusi..61lc61l1d'bake,pl;ice.

b. Because of the fact that the scope of' confus Lon, is,made

clear by adoption of a defensive mark, it would be

easier to satisfY the requirements of the. burden of

proof underth.e Unfair COmpetition Prevention Law. In

other words, you axe suppossd to be able ·to effect

injunction under the Unfair Competition Prevention Law

against use of your trademark byi, o.thers but, as a

matter of fact, it .Ls not ea sy t.o rprove confusion that

necessari ly"takes.place ..

C'. You can",prohibituseofyour.trademark' by<,others by

virtue",of~ ,a,registe'red'defens.ive t.rademar k: ,(you can not

.prohLbit; use of markssiInil:ar to your registered

defensive mark, however).

d. Registration of a defensive mark is not conditioned

upon use, hence can not be canceled because of non-use.
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e. A registered defensi.ve ma:l:ik may exist in paral];el~with

a registered trademark 'of anot.herpe~son, each covering

the same .mar'k , For example, trademarks may be afforded

registration in favor of a person on the
--_. -- --- - - .-------'-•..--

. - it would not create confusion. At a later date,

to

to

one of them becomes famous, it may give rise

confus Lon , in whi~hr cas e you are . entitled
. .

r<;!gist;:ra:ti()ll of a .q.efensivemark.

4) Taking this . opportunity., the Trademark~Group has

· conducted a survey as to the extent t.o- which owners' and

licensees ·of well-known trademarks make use of the

defensive mark system. "Youwill c see that there' are

ma:ny companies overseas registering the defensive mark

on anactive·basis.

.) In connection with: the defensive mark re~istration

system the Trademark Law contains a provision as cit.\

below:

"Trademark registration shall not be effected with

respect to any . trademark which is identical to a

registered defens~1Telllah (meaning alllark registered as

a defen.sive mark)ofianClt;he:i: person and used inrespect

of the designat<;!dgo()(ls <;9veredbythe q.efensive mark

registration."~JArticle4icc' Par•. 1.. sub-paz ,12>

The .... above. .repres;entsa . provision, prohLbf ting

registratl()n()fatrademark,.incorporated in connection

with .. the defensive mark system. Article 4, Par. L

sub-par., 11 prohibits registration Of a . trademark Ln
conflicLwith a trademark of another person. Li.kewise

· anytradernark .. identical' to' the defe~sive'mark cannot J....
registered in respect of . the designated goods.

Registration of a similar trademark may not be excluded

· by the registered defensive mark.

J,_



Table 1

1. nell-I\IIUWII marKS III foreign countrtes
-; . .'.

U - Classes covered by defensive mark registrat.. '. ." .' .

~Class 1 2 3 4 5 6 7 8 9 10 11 12 13 14 115 16 17 18 19 20 21 22 23 24 25 26 27 28 29 .30 31 32 33 34
'. .

. . I· . I ... , ... ••••
, '.. -,.

adidas I . I

0 0 0 0 0 0 0 0 0 .. 0 0 © 0 I· 1< IeI ,
reg. 1499855 I • I' ,..

I' . , . ,
••••

,

BRnUn
,

I0 © 0 . I· 0 0 0 ..

.'
•

reg. 500373 I
I, I - I ' .:, . ". 'n

r I I" .. j'" ••CARTIER I r t> 00 0 0 0 0 0 0 0 0 0 . ' .
. -

"

© 0 ." 0 0 0 0
reg. 1357886 , I I . .... .

.

. ...
I' I ••

,...•.
I · w"

i.'
, ••• I·

-1! ~ ~ J' (CELlNE)
, '. .. ' 1< I · . I

0>
.'

0 © 0 0
,

I I· a '. 0 I·() . '...•.,
. ..,

•••
.... I······· .. ,

reg. 878863 ,. , '. .•..

I '.I ." I Ie I .... ·
1'2 .» ,

(HANEL I ,
1~9 •••••••••

'.' ......
0 .... 0 © 0 0 0 0

l'~
....

reg. 785680 • r •••
.

••• .... 1< ! .... · I····

•••
".

.'

I

.

I
.

• '{ .;. I····· • ;. .:: ..' c "

~l!J
.' .

••••••

- , .I I '. '..'0 ... .. I ."" 0 ©: 0 0 0 0
•

I'
I I .

, ..•.•.reg. 106633 . ' .... I ,
, .... , •

LUI
I I • '.' .

.' • .... •••••• •••I
•

,,\'

<'50 0 0 0 .0 0 0 0 0 0 0
.....

0 @J , . 0 I· 0 0 () 0 0•• I '. ..
••••reg. 415202 r. · . · '. .'

••• I····
I··.·

.: -'.' .... ...•.'
' .. ' .

FANTA • 1 I· ,

••••
.'I,

••
· .' I ., 0 e 0 0I ,
· . '.. , .:reg. 498388 I' .' .. . .. ... I" · I· •• ·

L , ., · .... I· '.. .: ·
'. '.' ! ' .

IBM I· ..

0 0 0 0 0 0 0 0 e 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0
reg. 1226278 .w.

'. Uf\9kI e 0.

reg. 1222156 ,
•

Examples of Defensive Mark Reg'i'strations
>'" @- r.nvprprl by original registration;

ion

----'
~
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;~ClaSS I ,2 3 4 5 6 7 8 9 .10 JI 12 13
I
J4

I
J5 16 17 J8 19 20 .21 22 23 24 25 26 27 28 29 30 31 32 33 34

.

~-- .. -';"
I .......

~,
. . .. · .' ...... .... · I· ..... . ' .... ...•.... .. . . i 6 I'

0 0
· . , 0 0 .....

" ". i,.'
0 0 Q , . '.

@
reg. I 77.576 , i -, , ..

..' · '. ". .

MAX ,FACTOR I' I·····16 <5 c5 c:5
.. . . 10 · .... . . .. .

0 @

•••••• ••••

Q I
0 0 0 .

It. · .....reg. 764488 Ie I fI . . . .. ' .... · .

.'

Newsweek' I .. I ' . · ..... ..

c5
I I· I- I .... .. ...... .. I· i· ·1···· , . . . ..

Q
'. '.... 0

•
I .. '. 0 I· . I.'

e 0
. ....reg. 384508 '.

. , .
· .. . I . .' .

~ i
p",pSI .. · .. . I······ I·· .. .. .. I·· ....... ..

"
..... I'"- I' I·· .. '

0
I I:

0 ...... 0 0 0 0 · 0 @ 0 0 0 0 .. '

reg. 1853411 I . . . .' . ·
.'

..

iJ .... I·

6
I·

6 6
I' . 16 .. .. .. I . .. I .. ' .. I I· ' .. .. • I .. .

0 0 0 0 0 0 .., 0 @ 0 0 Q 0 0 0 0 0 0 0 0 0 0 Q 0 0 Q Q 0 0 0
reg. 1273244 . .

. · I ...' '.. \ I', I'.

i· i§1llllrilki$if I .. I·
c5

-. ... •.... I ..

c5 I I· I . i . · L I
0 0 0 .0 0

....• I·, '. It . t i . '. Ie· · © 0 .:reg. 290827 I· ..•
. . . I '" ', . . .......

.' ...' · .
..

.YO.GVE . .. . .... . . . .... . ... ... I· . .. .. . ' . ... ., . I ...

0 0 ©
••reg. 65520D. . '. .. I , -: .

I .'

·
\,tOLY 0 0 0 @ 0

.

0
I ."

0 0 0 6 0 0 0 0
. . .. ......• ..... ......

reg.4T7334 , , . , , , .' '. .; (" , ' .. .
".

.

XER 0 X
,

I· . ..... .' .. ....

6
I I, ,

<50 0 © 0 0 0 0 0
reg. 973892 . .' .. ,

••••••
,) .......

'. I·. I'····· '. .

I'·· · ) I·
' . ." .: ,

.'

® ... .. .. ' ......

(Q) 6
I···· ... ....

c:5 c5 I······ ...
0 I ..... ..... . ......

. 0 ; .
"

., , : .. ' .
0 .. I,. I,; 0 Q Q .. . ,'" ........

reg. 533225 .' .:

/"'-. r>; -"r-o



2. Well-Known Marks in.Japan

"

,

~ I 2 3 4 5 6 1 8 9 10 11 12 13 14 15 16 11 18 19 20 21 22 23 24 25 26 V 28 29 30 31 32 33 34Mark Class

fJllIlJGESTOflE
.

0 6 @ 6
' .. m. .. . . .

1

0
". . . ...

0 0 0 0 0 0 0 0 0 0 .0 0 0 0 0 0 0 0 0
reg. 1.811890 ! . c. I· . ..,
.

·OLYMPUS ..

0
if

0 0 0
..

0 0 0 0 0 0 @ 0 () 0 0 0 0 0 0 0 0 0
reg. 2035818 .... '. .'

I
. «, \;

'm Panasonic .

@
m. " 6 6

. I 1 I . . .

0 0 o· 0 0
reg. 13Z7604 I .

.
,

SEIKO c . . ..... . .

0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 @ 0 0 0 0 0 0 0 0 0 0 0 0 0
reg. 115840

YAMAHA
.. .. I . . .... .. ..' . ....

0 0 0 0 0 0 0 0 0 0 0 0 0 .0 0 0 0 0 0 0 0 0 0 e 0 0 0 0 0 0 0 0 0 0
reg. 1252116 .. ' . , I .• t ' . .

YANMAR
.., ,. ! . " . .

, 0 0 0 0 0 0 0 0 @ 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 ° 0
reg. 682388 . '. . .

p.r.":l* ... .. I· I .. .. I··

P
..., .

0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 @ 0 0 0
reg; 841015 , . I !

1J 1

0
1

0 6 0 0
..

,0
. I· ..' .. '....

0 0 0 0 0 e 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0 0
. reg. 493011 . ..'

@I" a
.

.

0
. . ..

0
.....

0 0 0 0 0 0 0 0 0 0 0 0 0 Q 0 0 0 Q 0 0 0 0 0 @ 0 0 0
reg, 50131 ".'

..,.,~..", . .

0 o ()
..... ." ...

0° 0 0 0 @ 0 0 0 0 0 0 0 0 0 q 0 q 0 0 0 0 0 0 0 0 0 0 0 0 0
reg. 105993 . :. d'

-'
CJ.J



Class.;,2,:'Ferti1 tzers
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(
\

or

Guh Powder,;

Parts. and

Buildings.for

projectiles. ,

Auxiliaries.,Their

Exclus.ively

Stone, Glas.s.

and

Us.edMaterials.7:Clas.s.

Cons.truction, Cement, Lumber,

Clas.s. 3: Dyes.tuffs., Pigments, Painting Materials. (EXcluding(

Electrical ins.ulating Paints.),Printing Inks. (Excluding Inks. for

StehciLUSe), Shoe pol Lshes , Polis.hing Agents.

*", 'l'he, "above clas.s.iftc(icpion of;;goods. are thos.e,of;" f o rme re.one

and the details. are;"as.!'follows.,.

In the meantime, Interna tinal Clas.s.ificai,tonhas. been used

in Japan; s.inceApril,;,1992.

ClaSs. ,1,: Chemicals. (Excl udingThos.e" Belongtngto Other; Clas.s.eS'> j

Pharmaceuticalsi Medical:<Treatment ACces.sories.

Clas.s. 6: Metals. (BxcludLnq Sodium, Potas.s.iumand;;Ca;lciuml,

Ores.(Excluding Thos.e Belonging to Fuels.)

Clas.s. 5 : Fuels., InduStrial oILs , Inedtbleoils. and'Fat.s , WaxeS j

Higher Fatty Acids.

Class 4 : r. soaps. (Excluding ; Thos.e ;"Belonging to, Pharmacetrt.LcaLsL,'

Dentifrices., Cosmetics. (ExcludtngThos.e Belonging to

Pharmaceuticals.), fragrances. and Flavorings.
•

Clas.s. 9: Indus.tr ial Machines. and, Tools., MotivePower MaChines.

and Apparatus. (Excluding Electric-Motors.), Pneumatic and

Hydraulic Machines. and ,Apparatus. , ", Office Machihes. <and Equipment

(Excluding Thos.e Belongings. to;Aplied ; Elctronic Machtnes.; and

Apparatus), Other Machines. and Equtpment not; Belonging ,to Other

Clas.ses., Parts. and Acces.s.ories. Thereof (ElCcludtngTI19s.e

Belonging to Other Clas.s.es.), Machine Elements.

Explos.ives., Munitions.

AcCes.s.ories.~hereof

Clas.s. 8: ; Fire'arms. , Ammunition and



and' .., Accessories

Classes), Photographic

PartsTheir

to Other

and Instruments,

Those Belonging

Apparatus

(Excluding

Mate.rials

15"

Class14: Raw Fibers

Classl3: Sharpened Hand Implements, Hand Tools, Metal Fittings

(Excl udihgThose., .. Belongihg t.o O.ther ct.asses.r

Classl2: Tranportation Equipment, Parts and Accessories Thereof

(Excluding '.' Those Belonging' fto:OthetClassesJe'

Classll: Electrical. ; Machines . and Apparatus, '. 'Electricail

Communication Machines and Apparatus, Applied Electronic

Machines and •Apparatus'" (Excl'udingThose' Belonging' to:Medical

Appa rat.uscands Instruments) , Electrical Materials.

ClasslO: Physical' and ...• Chem i caL Appa.ratus and Instrumenes

(Excluding Those Belongings to Applied Eliectroni.c· 'Machinesal1d

Apparatus), Optical Apparatus and :Tnstrfunents (Excluding Those

Belonging to Applied Electronic Machines and Apparatus),

Photographic Apparatus and Instruments, Motion Picture Apparatus

and Insttuments "Measuring:Apparatusand :Instruments '·.(Excluding

Those Belonging to Applied: Electronic '.• Machines and. Appara.tus'and

Magnetic Measuring Instruments), Medical................

Classl5: Yarns (Excl uding Sutures and:Fishing,:Lines)

Class16: Woven Pabz.Lcs, ..·Kni tted Fabrics.,.Fel t, . Other 'Cloth

Class17: Clothing (Excluding Special Sporting and, Gymnastic

Clothing), Fabric Apparel Accessories (Excluding Those Belonging

to: Other ClasSes), .', Bedding (Excluding Beds)

. ClasIl18.::Cords(ExcludingThoseBelongil1g ito Clothing. andxCo.rd's

for Footwear or Sportil1gandgymnasticGoods,),Rope,s'~ExcLl1dil1g

Those Belonging to: Sporting and Gymnastic Goods:);.:' f N.ets

(Excluding Those Belongings to Sporting and Gymnastic Gd'oCls);

Containers
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Class19: Kitchen Utensils' (1;}xcliJ.dihg Thos'e Belonglhg to

Electrical Machines and Apparatus, Sharpened Hand Implements,

a:ndHand Tools); Daily Use A:rticles (EkcludihgiThoSE! Belongihg
to Other Classes) ,

Class20:Furniture,."Matting, Fittings,'Indoor Items ,'(Excluding

Calligraphy' and Paintings ana' sculpturesi, 'butdoor ' Items

Morticians or Festival Goods

Class21: Personal Accessories; !Blitt.onsi Bags, Pbiiche~i' crei.-teIs, (
and Their Imitations, Artificial Flowers, Toiletry Articles

Class22: Footwear (Excluding SpeCial' spott.ing! atidCiGyfnifilstic

Footwear), Umbrellas and Parasols, Canes, Their Parts and

Accessories

Class23: Holological Instruments, Glasses, Their Parts and

Accessories'

Class27: Tobacco, Smokers'Articles, Matches

Class24: Toys, Dolls, Recreational Equipment, Sporting and

gymnastic Goods, Fishing Tackle, Musical instruments, Musical

Performance Accessories, Gramophones (Excluding Electric
cPhonographs), Records, their Parts and Accessories

Class25: Papers, Stationery

Class26: Printed Matter

Stationery), Calligraphy and

Their Accessories

(Excluding Those Belonging to

Paintings, Sculptures, Photographs,

Class28: Alcoholic Beverages (Excluding Medicated Alcoholic

Beverages)

Class29: Tea, Coffee, Cocoa, Soft Drinks Fruit Juices, Ice



Products, Vegetables, Fruit,

Those Belonging to Other

17'

Clas~Jp: ,c::9I1JectjRI1~rY'i Jil!"ead ,{lad B'!lls

Class33: Grains, Pulses, Flour, Animal Feed, Seeds, Other Plants

aad,~nimal§ 1191:, Belonging ,1:0 ()1:her,Cla,ss~s ..

Class 31,: $!:!asonings" Spicesi Edible Oils and lf1i t.s , Dairy
.. 'r' _,.'_ .. '. ,_ .••" ','_ " -,,' - .•

Products

Class32:Meat, Eggs, Edible, Marine
",' o. ,_,' ..., -'", ," <,"_'" .. ' ', . .' _,_ _,_ '"," _,,'.',._ ,,', '., ._,', ,' __ ..... " -_ ..

Processed FoodstuffsCExcluding,. ~.. , - ,-,.-,',.' -,,' -..... .'..,' ,',,'

Class34: Plastics, Rubbers, Leather, Pulps, Other Base Materials

not .Belonging to.Other"Cla§ses
.." ,', .. ',_,' ,',_ ~ CoL,:. 0,: '".' ",,' ,._ ," .'" 0..' ..'. ,,' ,0" "0_'_,j .... .,' ..



18

famous

trademarks, the

fair business

2.

The question of whether a given mark is well-known is

judged basically on the basis of whether it is Well-known in

Japan. As economy and means of communi cation is(.

internationalized, the judgment whether a mark is well-known

seems to be made recentLy somewhat' leniently' with respect to

internationally famous marks.

We will discuss Ln" brief the protection of

trademarks. under the; ,Unfair, Competit'ion'Preli'ention ;Law:

!!nfairCompetition.PreveotiCm L.aw

While the Trademark Law protects registered

Unfair Competition Law safeguards free and

activities by, regula tingunfair.activities.

The Unfair. Competition Prevention Law, therefore,' controls,

without involving registration,· 'unfair prac.tices themselves

relating to wel 1...,known , marks, includingtrademarks~ Which have

til ';Rightof Claim;forInjuction·;(Article ·'1 Pan·· II

"Anypers()n whose; business;interest;Ts likely to be·impaired by

an; actof'another person, which. falls under any. of t.he following

may',claim;such ;actiontobeceased:"

In the case of unf'aLr.. competition pract.i.ce, the. injured may

seek injuction as long as objective requirements are met and his

businessi..interest.;is ;likelyto;be ;impaiie.dbyit,regardless of (

subjective intention of the wrongdoer.

1) Confusion 'of ,Goods (Article' 1 Par" ,1 Sub-Par.ll

"Act caus Lnq confusion wit.h goods of another by using

his namaz. trade name., trademark, container or package

widely known as suchvor an indication identical or

similar 'to the one showing his goods', or>by selling,

distributing or. exportinggoodsforTwhichsuch name,

t.rade 'name, trademark/ cont.ainer or package or

indication is used, within the juri'sdiction in which

this law is enforced,"
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whi<::h give

by use of

o f others

This provision r.eg\llates<actions in.:J:aQCl,Il

rise to contusion with goods ~ot others

identical or similar marks to those

,,2) ; Contusion.; ot Origin (ArticleHpar.l Sub,..Par.E 2)

?;Actcausing contusion with business establishments or

activities otanother .by using his name , trade name ,

t.radema rk or an, indication identical or... similar to,<the

one showing his business,. wi.thin the jl.lrisdic.tion in

which this law i.sentorced: n

Wnis .provds Lon .: serv.es"'to regUlate" "acts' .causing

contusion wi th goods of others in Japan by use of

identical' or :simLLar marks .of cothers', well:+kndwn 'as

well-known as such. For .tne,.puqjoseot·this provision,

the state o f :being..well,..known is considered to be

relativecandrepr.esents economic, tactual evaluation

and,theretore, . stiould,include, the state o f being

well-known in.aparticular area.

{,,;such, The . scope of. ;pr.6t:.ect:.idri; .

') therefore, is <broader 'than r.unde.r: 1;);, and services may

be protected. under 'this provision .perrdd.nq.rcompf.et.Lonrof

registration of. tneservice mark'.

"3.F Protection. ofcTrademarks {ofSignator'iesto;paris"

Convention (ArticleT ·Par. 2'->

"Any person who is entitled to a trademark in any

signa tory to the Paris' CorrventLonrmay claim: cessation

of sale, d i s't.r.i but.Lon. or' export of goods identical or

similar to t.hoae .. .Ln ·.,which.·'any,trademark identical or

s:hnilar tothaJ: to which<he is soentitled.is or was

used, wLthollt a consent with, no valid.'ireasons of any

,personwho,is?or ,.was'·hisagent or, r'epre sent.a t Lve and

who is. entitled to that ,.trademark,by.,the,)person who so

sells, ddstr Lbut.es or. .expo'r.bs; ThisprdiTision shall

also apply with respect to'. any person who was;' the agent

or representative and ceased to be as such wi thin one

(1) year before he commenced the sale, distribution or

export. n
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.•·(2) . Right...af. ctaim fOI" Darn'agEifl (Articl.e-112 J···.· .

1) "Any person who has willfully, kno;';'lnijly or Ileijilgently
practiced an act falling under any of sub-paragraphs of
Parllaf the preceding . Article shall. beli.able for
damages sust.aLned by any personll1hose buSiIlE!SS intE!rest
has been fmpH red thereby.'i

.'.'"1

3) :nWith're!3pect 'taany ipersoIl\OThd has irnpai'iJd biis.i.riE!S~

ireputatibri' 'of' an6thEir' 'person bY' any' 'a.ct' ullder' So.b;,;;p.i.r.

F'bi.2 'b~'cPa.~.if:/Or 'fa.it ' .. 2; of the PreC:~~.i.ng·Art ier.e.
(or' urtfair pract:fee' perta'iningtcij:111siness~ecret>,the
cOb.i:tlliay; up6n i'Clairn of thein'jured party/iorder) ill
lieu of or in addition to an award forclarnagJs s6.dh
disposi tion as· shall be necessary for restoration of
thE! busfness reputatIon;ii

an ageritorrepre!3entat:1ve who has willfully, knoll1.i.llglt
or negligelltlyprab't:i cE!dant act falHng unde r//Par. 2
of theprecedillgArticle shall be EablefOi d~JnagE!S(

sustained' byaHypersoti who is intereSt.ed· in EhE!
.t.ra.demark·under the sa Id paragraph,busfness" interest
In!wltieh 1!3 f!3afmpaHedthereby . "

Different.' from thed'l.aim far 'injuc:tion, thE! •claim for
damagesl:-equire!3'\..rHt futneS!3, ····knowihgnesflor negli.gei!'ce . This
is because the negligence principle is considered equitable as
the point of accord at which the general princip'l.e·offt'e'J'doni of
business and the proposi tion for prevention of unfair
competition'sh8b.td/meet..



Please bear in mind that .Ja,pan. has ciiX~I'!;ifi~d letter

characters in use, and there are different ways to

~xpr.ess the,samephon~tic soundj. 1. e.hKat.akana ,

Hiragana, Chinese. Characters and the .English alphabe. t.5.•
,'- .. ', ..:.:'" '0,.. ,- ',.' '-:',:" ",_.'," ,.,'-,,' '_,': "'< ',':' '. :: __ . .o:u "" _,,_, -,-: ":.",' _0. ,..'d··. .' c.,',..", ,', ,....- :.,., ,', '_0 ........
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IV. Case Study on Decisions and. JUdgments .on Protec.ti.on .• of

Well-known Marks
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(1) Prevention of Confus ion with Well-known . Ma.rks ,ofOthers,_'

1) With respect to the table given hereinafter (Table

No.2), "Category A" includes those cases in which the

state of being well-known was supported, while

"Category B" shows those in which the state of being

well-known was not supported or, if it was supported,

the trademarks or goods were dissimilar each other, so,

as a result, it was judged that there would be no

likelihood of confusion.

In the trading of goods or. services, i tis not s.eldom that

a mark identical prsimilar to a well~known trademark, trade

name or name is or happens to be uaed or applied for

registration by another person.

Law and the Unfair
, .. ", c. -:>;. .... -,

GOmpetition Prevention Law to. prot~ct. well-known marks. These

laws..do not prot.act, any and.. all weI1.. known marks on an

unconditional basis. rtis importall,j:..):hflJ requirements for the

PFotection under these. laws are fUllYI1t;ldeF!jto()~L

In this section, "!'e ':'1ill review i.ssues'Lrais~Cl,.requirements

of the law, and how t.he .laws.ar~y~ctl1~ll.yadjni..nistered, in

respect of relatively recent trial and court cases involving the

Tra,demark Law and the qnfair C:8mp~t.iti()nPl:~x~n.ti8nLaW,.in an

attemj;)t to .f.Lnd out whatw,~. should~arin.mindandwhat we

sh'oulddo. to. cope wi.ththem. We have selec..ted.,as. example mainly
.. " ...: i -. .',...• ,'.,'0_ '" ...' ,'-, ....... ,'," ,'>', ,_ .C'. ,_ _._ , '" '0' ,", .. ' _._ _u' "'0 om '_._

well.. kl1ownlllaj."ks, ••. because the lIIelllbersshotild be•.iriterested'
, ',',._, ' .. " ,'0 ,": .. '0. '_'" ,'0 _ ', .. ,.... .' '" .. ,", " '," _ .' ••/ _"', :" .' .. ;.. ..

in them .,and also. in .t.he hope of intFodusi,n'1 cases that could be

ea.!ji.lYcie!jcribed in c.' Engl,isp.

1. Tr,ademark .Law
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,2et I:J1~ache ofth~ cases.-j, is ted in the '~ Category A, "except

Cases Noe;..24and 25, registration of an identical or

similar trademark by a pethirdparty was rejected or,

rafteI" registered, invalidated by. an;judgment, on the

.ground·tha t such trademark w.ould (or was 1 ikely to)

give rise to conf us.Lon with thewell-knownemark.

) rCases !'lOs. 24 and 25, ()ntheother hand,Par:E!.~.lt1iIIIl?le.s

in whi.ch.when trademarks.ande goodswererfound similar

between. the prior appLication and the latter, the one

under ithelatterwhich .was·famous enough..was registered(.

on thegroundtha.t,because of ..eitscfamousnessc, it would

be identifiabLe as· such and have no danger of confusion

with the one under the prior application.

4 ) Whether,. whenethe, . s t.a te of being we11,..,known or

famousness .of a trademark. is found to be fully present,

trademarks 'ideneticaL'or similar·thereto are barred from

'. regist,rationrwill de!?E;lnClilar:geLy on how thee;e goods are

relat.edeacn, ot,her" 'and how .cl.ose t.heir di-st r Lbut.Lon

.channej.s are. Becauseo.f ;recent, diversifying trend of

corrporate act,ivities and abundant; information

available, the exclusive effect of the. well-known(

.trademark $eems t.o bee:g:ctending to such, areas of

industry as have' . been " .regarded, .as, being' of less

relat,ivityin,t,ne,past,.

5) It is not seldom that a trademark 'identical'or similar

to a well-known mark is published or registered because

of inadvertence or lack of knowl.adqe on the part of.

examiners. The fact that most of the cases have gone

through oppositions or invalidation decisions, shows

the importance of usual watching in the part of owners

of well-known marks.
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It. will also be an effective :countermeasure avatLabl.e

that you make your sel f fully prepared for proving the

state of your being well-known or famous against

opposLt.Lon to.. orran. a trial Lfor invalidation of your

mark. Thus, it willi prove to beW~ry ··useful if you

correctly record and keep' advertisements, publ ici ty

data, and mass media articles. In Case No.6, it was

that the date.subiiUtted in....................
connection with oppos Lt.Lon,'. which : was after the

application for the trademark was filed' did not affect

the overall judgment in i.ariy<way; Itrlllay, however, be

anunusua'l exception . provd.ded.,.» 'based' on general

circumstances partiCularly wa·rraritingit.

7) Comments on Table No.2:

,'a; :nataInvestigated: Trial decision/gazette 'issueddur ing

4·:calendar years' endirig.19:9l.

b. Figures' in Tradema'rk:Law'ArtidIie ····n\lInbers show the

n\lInbersof' stibfparagraphs 'Ih"oI'vii!(jj of Art:i.c::ie 4

Parag-taph' l:le.g.·",a" 'means Article 4 <·Par·.: 1 Sub-par.'

.!!.r 'U3/1S'" 'mearisArticle4<pari' 1 sub-par, aicand 15).

C;Applicantfbr trial <or·plci.intLff·· ih:cthe case of

'lawsuit) is:

"Applicant for trademarK. registration"wi·th respect to

"Protesti' against: reject.ioh. n.

"Owner or its agent, custodian or other interested

parties" with respect to "Opposition" or "Invalidation

of .Registration.'"



(CASE STUDY - TRADEMARK LAW/ART,

CATEGORY "A" TABLE 2
, ., ',.',c,"! cc• _,) , "

I MLA'i APPLICATION/THIS CASE crrEn GOons OR I , ' , ' ,
,, ,

I I
o. ASENO. CAUSE. 'ARf. TRADEMARK Goons ,'. '

FAMOUS MARK FIB.LDSOF .FAME RESULT REASON FOR CONCLUSION..' , .. ,. ,(4-1- ) ' .. > . ,
. '."" " • '.' .... ' "'..

1 SB-I0257 Invalid' n ·B JOLLY CARTIER oaD, ~oothpaste. CARTIER ! Jewelries, 'Jnve l I> IIlPL,Yfng.relationships with failOus :
· ..: .

· ..... of. R~g' 11 in Katakana Cosmetics .., .. , Valuables dated "CALTIER'" - Confusion of source

2 59- 2947 p'rot.est, .for 8
•

Hillary Clothing I, Ed.ond Hillary Na.eof'a' ,famou8 Rejected ~a.B of Fa.Dus Person

". I: ReJec': n , . . Alplnlat " .
, ,

3 58- 5062Protast (0' 8 AMPEX Clothing, Fabric AMPEX lectrlc Appliance Rejected ~aus8 ;for Contusion or- Source
. R~J~c'n · with Katakaoa Apparatus. . . ' . Manufacturer: , .

4 58- 3241 :~to;'~~ il, 8 VALENTINO Yarns . L Mario Valentino Bags,. Qther Rejected rVALENTINOj undar'srcod to stand
ppposltion

.

• with Katakans r " If-or-Ha:rio Valentino,
. " , .. ' Leather Goods

5 57-17621 lrivalld'o , 8 , HILTON GraJns,. Be,8Ds HILTON Hotel ChaIn Invali- Famous;-Hotel:Chain
.

of_~eg'n • - with ~a~~k8n8 I· -rda t ad
-------- -Ca-l1d-e-l-'-ri-- ------------------- -----------------

~________c_cc~ __--
----------------- ---------- ---------------------------------A 1(!7¥)37 8 .," HILTON Grains, Be~ns HILTON Hotal Chain Inva Li> aIllOU8'; Hotel Chain

of No.5 wi tbKa~alt8_Qa .' .....
•••

; da.t ed '., .'
6 56" 6648 Prota.st/ 8 .' HILTON aasonings, Spices HILTON Hotal Chain Rajected otal Ilhaln. Opposition docuaants

, ..' ppositlon
· , .... ated .'1ster·than the allp'll"atioi,· with Katakana . ' .. ' . ' ..

7 58- 982 Protestl 8/15 I • CARTIER Confectionery, CARTIER Jewe l r l es , Raj ec t eo onsus~on ofcsQurce . ,

I' with Katakana ...... .
"

pposltlon,. Br ead Accessor iss [

8 55- 5948 Invalid'n 10 I PARAOE Vegetables, PARADE Leacn , Invali- ,eIH.'no.'''wl t h rSUNKIST J

of Reg'o in KatakaDa • .. Sugar Cane.
'. .

. dated Invaliaatedfor Fruits
, 9

~61-15837 Protest/. 15 The K;~g of-~ings -; Confectionery, KING OF KINGS Scotch Whlsksy Rejected ontus-ion of Source

'"
pposition with Katakana ; Bread " . . .' , IPca s Ib Ip-u aed for Whiskey Bonbon)

10 ~60- 5228 Invalid' n 15
r

CRYSEVER , Clothing CHRIS EVERT Clothing '. Invall- aiila':-o'r a famous: tennis player
of Reg'n with Katakana .. (Tennis Player) (non"reglstared) dated ontusion of source

11 ~60- 4659 rotestfol IS NIKON Valves, NIKON . Callara, etc. ReJacted onfus~on of source .

I."
.. ReJec'D

..
Pipe Fit.tlngs

. .

'........ ;
I. ... '

12 ~59- 1866 rotest fa IS R a d o(desig~)C' Footwear RADO .' '.. Wat,ohesc Rejected enfusf on of source
. ....

· I···. . .. ; ......
Hajec'n r

, ~



CATEGORY "A"(Cont'd)

....... •
,

".

M LA APn ICAlION/TH ISCAS.E • CITED • • GOO.DS OR .: . . ~.-'

O~ ASE NO. CAUSE ., ART •. TRADEHARK I > G~(jPs FAMOlJSHAllK ....... I Fl i!l.DS OFl'AME RESULT .' REASON FOR CONCLUSION

•
(4-1~ ) .. . .. • . .., / '.. ... . ' .' '" - ,. -:sc .

~---'13 58- 8570 rotes'tfc 15 K.vll1l' · Skiing EquIpm.nt KEVLAR . Ch•• lcal T.xtll. R.j.ct.d aa~~f~chemi~jl-·textileof

• •

.
· .,,,"

•

. btiPoht - Confusion of sourceReJec'n ......
•

.

.1'4 58" 7866l>rotestfo IS BLIZZARD
·

Bags B LIZ Z A RD Skiing Equipment Raj ec t ed : b6rifus i an':cif,source.'
Re.iec' n with Katakana .. .... .'. . ' . .

'. , .. '. '. . ."

15 58- 2661 Protesr.! 15 WHITE HORSE

•

Canned. Fi s haea t WHITE HORSE · Whi.k.y ReIec red Posliibili'ty:.of trading at the
,

PP,os ~ t i ()n;
. .. ' .' .. ' ". .. ' aae 'Ji.le.-~<!!/ i

•.... .
"

16 51-14607 l'O'~ esr.'.:,fo 15 YAMATOYO.FUJICOLO~ I.blng EquLp••~t FUJICOLOR Photo I'll •• R.j.ct.d ~ecogpi~ed in 2 parts. Latter hal

;_~ejec~;n in,Katekana .' '. . .
••

.. te we'll"'knolln. Conf'n of source

: 11 p51-11450 rq-r.est. "Ioi 15 GUERLAIN · Personal , GUERLAEN Per-rune, etc. R.j.ct.d l'4aAB ~ffaJ1ous'perfu.e; ccsaet t cs
, ,..

Raje,c'n with K.ukao. Accessor l es ',': •. < .
•

18 1351"10351 P,ro~'e:st-' 15 V.QGUETEX Woven Fabrics VOGUE Magazine R.j.ct.d amous aagazine. Goods possible
l .

: to'be~ cca re Inea.Ln aagaz Lne. .... pp.os.i t ion' .... .. Ilt.her cloth .
•

.,
16' 51" 763.0 Protestl IS GUERIII Personal Accaas. GUERLAEN Perfull8, etc. Rejected allOus perfume. Saae trading

•
. '. ;p-po~iti~,n

•
wi th Ka,takanlll ·~oII.try Artlcl •• . . hannel, manner'of use

D 51" 1305 Prot.sU .' IS PERSONY Toys; Dolls SONY Elactrlc " R.j.ct.d ontalns famous n••• "SONY'
· .

pposlti on .. in Xatakana R.cr ••tlon Goods Appllanc•• ImpIr•• r.l.tionship

I 55~ 1'6034 Plj"t~~tl 15 .SKY JUMBO-CHAN Bags, etc. Plctur. of DUMBD • ariousCharacter R.ject.d onfusion of source

.. ,p.posiqq[l (••ebelow) , (Di.n.y's) .: '.' Good.···· -: .' .

· 2 55~ 261.8 ro't 8s'i';,t"o" IS JUPON

•

Oil PONT · Ch."I".1 • Re.Iec t ed • eminds of U.S. big che.ical

· .'. '. '~Eljec'; n:\ . in, Iatakana ' .., .' .... .'.' ..., Manufacturer .: anufacturer

· 3 2 (KlI) 1'8.3 I'nvil:id"n" 15 PoloCluh l cekes , ,: Watches, 010 (R.lph L.uren) · Clothing l nve l.t> rClubJ is a generic tarm.

n. ,.". of.Reg' n , ., . . .. Glaes es:"" . '., . •• d.t.d .m1n.d•.of ~OL(j of RaILL.ur.n

4' 2(K6)1 rotest fa 11 LANBAN Clothing, LARBAN
·

~ flagls ter~ Iti.l.(t~,g~stllilarity .,I'8cognhed; no
. . . ' .... IlEiJec' n In Katak.na B.ddlngArticles <

P-o~o '~Al,Ax.aw~ "" . onfus Ion ·for 'its. ,'we 11 ~k'nownness•
'. 5. 2(Ke)12 ro re s t fo.[ .J.l KODAK -: . Ch.mlcals KOZAK .'. Medlcln. ..; R.glatard o .tmllari ty racognlz~g. Bot.h

." 73,14 . -'--'lftiJe'c'-n'" In
te well-known. No fear of conrln

•
c "

-r~'\ ,t\>,\,I"t,.,\,
~I .

[>f



el at-l e r

sbilar

shilar

-

rade~_ark-not confus lngly

REASON FOR CONCLUSION

oods !nQt clole

RIDEJT: Existing word

o be recQg,ni z:e'd lis one

o ra etlan ingaods

rade srk .ac t .,confuslngly siallar

a ra etlan In goods

rade.ark not conf~8iAgly

rade~arknot confus.ngly
~o fea~ of confusIon

Registerd.,,~O be ,reca,gnit.ad as one

~ot c nfusingly sl.ller

Registerdlio De es s f~y to rS,cogidae '·Soni"

hndep ndently

Re.gisterd

Reglsterd

RESULT

Reg i uerd

RagI a t erd

Reglsterd

Registerd

I Regis t er-d frade ~rknot-confUsing 1y e i ai 1ar

----

-Whiskey

Electric

Appliances

H""mburgerl
Sandwiches

PerfUILBS t etc.

GOODS OR

FIELDS OF FAME

Chewing Gu.

Whiskey

e~ti.1~e prOC8-~Singl Registerd: 1"3M" n.:,~..t_ lfel1-_.k.no~~ ~I1ough to-be
Tre8t.ent;i.med~Alelyaasociate4

-

I

- e r-fuae , Cosmetics

Many other goods'

t3a_~p, -Pertuaa,: etc

HAIG

CITED

FAMOUS. MARK

DIDRISSIMO

CHANEL

with Kstakena

Jl'lth Katak,ana

3m
-

SONY

WH lTE HORSE I

Its lebel

CiA·' .'00". . . .. . , .
" /l\CD'Ona i,'; :,', ;. .. .... -;., . ~

,-, ..~
® '<.~~L~;' I I I.... ,- .

---

TRYDENT

(Warner Lumbert)

CATEGORY "B"

~
TH IS CASE.

IO'EASE~~,I CAUSE IART, TRADEMARK. I GOODS

(4"1- )

6 ~62- 98931 Invalld'n IS DORISSIMA . Clothing,

of Reg'n':, .. Bedding Articles

7 P60- 9565Frote.t for IS LLOYD&HAIG. . Kitchen Utensils
Rejec' n°, ... '

r- ' . pai~Y Sundries

8 f5B-I1I06rrot.s.t fo, IS TRYDENT Papers,

ReJsc' n ,.'Stat i oneries
9 1>60- 21651lnvsUd' n /'IO/'

~.
Seep, etc.

of Reg' n rill
01>58-2463. Invslld'n IS I Tea, etc.

of Reg' n ' . ' .

1 1>59- 99231 InvsUd' n 10/11 :!I;c-~)~ ynthetic leather
of Reg'n J5 (CHA)NEL in KS~$k.n. r-:

21>55-169271 Iuve l.Id' n 10/'11 mr Meat, etc.

of Re','n: 15 '.. ' . .
'1.

3 1;59-222041 Invel ld' n 10/11/ IRON HORSE Alcoholic -.
of Reg' n IS . <.-:' Beverages

4 1557-165371 InvaUd' n 15 20+.... Electronic

of R~g' n
.

Appllsnces .•

p5 ~58-129431 Prote~t/. 15 Three M .. Clothing, C.oet ';
ppposition< . in Xatakana '. .

. . ..
••••

8:5
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(2) Defensive Marks (Ar1::iCle641:

1) With respect to the table shown hereinafter (Table No.

3), "Category A" includes decisions in which

registration of the defensive mark was allowed, and

"Category B" contains those ih which registration of
-~ ~-- .-

the defensive mark was not allowed because of the lack

of famousness and the. relationbetweelJ goqds or due to

-,;..,.~.,.!?f .; E!?rm!il~~y ;;~g;u!Eem~Ms, •..

2) House marks or equ i.va'Len t; marks which have become

well-known as the resUlt .of ·long na t Lonw Lde use are

granted registration of the defensive mark on the

grounds of their beingwell-knowh and diversified

operation of the bus Lnas s , wi thoutstrictscrutiny into

relations between the designated goods under the

respective trademark and the designated goods under the

respective defensive mark appited .fo r (See Cases Nos.

1·, 2, 3,· 4, 5

. .
3) A mark representing a brandnaIlle of qoods , .r a t.he r than

th.e l1ousemark,isa.lso allowed registration, if found

to be well-known as the resuitof long nationwide use,

wi t.hout, reference tdthe relations of goods (See Cases

Nos. 7, 8, 9).

4) If, after consideration of ape'c LfLc cc i rcums t.a nces of

past use of registered trademarks, such trademarks are

found to be. not well-known, the registration of a

defensive mark as applied for is not allowed' (See Case

No. 10 Y.

5) Even when a desc'rLpt i ve trademark is found distinctive

because of its past use on designated goods and

registered, registration of a defensive.mark may not be

allowed, if, in spit.eof the long use of that trademark

in the past, distinctiveness of the mark is denied (See

Case No. 11).
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Conurient~ on Table NO.3. . . . . . •.. . ,.. (
Data Investigated: Trial decision gazette issued during ...

4 diendar y~aisenCiing1.99L

The last example (shown in Cas~No)1.2'P·iCiId l1ot; allow

regi stration of a defensive mark on the ground tha,.1: . the

appearance of the regist€!l"€!<l t.r ademar k is r ema r kabl.y ..

differe~t from tl).at oftheidef·€!nsive mark applied .fo r ,

Arit..i:cile . 64)'lI\akes <nail identical mark: to the registered

mark" a requirement fori~grS1:.rati.()n of a defensive

mark: Part.i.cUHi att~ntion isrequir~diilthi~r~CJa.rd,

61

71



No CASE NO. DATE TRADEMARK GOODS FOR GOODS FOR
DEFENSIVE MARK ORIGINAL REGISTRATION

10 S60-24835 10/18/90 CAMPARI Cl. 22: shoes Cl. 28: l i qucr

11 S59-17957 07/12/90 GOLD BLEND 30: snaCks 29: instant coffee
.

12 S57-12685 11/17/88 18: strings old CI.20: motor cars

defensive mark

ME,RCEOES,BENZ

original registration

"Me~cedes~Benzu

i , ,::',', :-',", ', :-:: ".-. ',_0,_ -',',: _ , , "',,

,

No CASEND. DATE TRAOEMARK GOODS FOR " h, GOODS FOR<

)i, ""',', QEFENS IVEMARK ORIGINAL REGISTRATION
, ' " ",'" '"y i " , ~:c- I, ' i"

L ~~8~19448 ,, 06/02/88 adidas CL 12,: motorboat,s Cl. 24:, sporting goods

", "L' '. '>"~"" .: ,',', ",' , 'iSiS' ,ii',~ii','>,'JI I"," ,
2 S59-20344 03/14/91 03: dyes

" , Ii 21.: [eaely

3 S60-15243 06/28/90 OLYMPUS 06: metals I,," 10: cameras

, , ,
, "'" ,', ' ')i'i " i " ,c; " " "ii <

4 S58-12483 10/04/90 -l? I) - )l (CELINE) I" 04:,cosmeUcs, F: clothings

5 S60- 4209 06/13/91 HONDA 06: metals 12: motor cars

,

6 S56- 4381 10/18/90 (9 25: papers 12: motor cars

7 S59~5090 OS/23/91 ELECTONE 22: bedc loths 24:i1lusic:a1 insTruments
,

8 S60- 2045 02/07/91 MAGGI 04: soaps 31: seasonings

,

9 S60-10266 11/21/91 Calorie Mate 25: papers 32: processed foods

(CASE STUDY -TRADEMARK LAW/ART. 64)
C-, .,c- _c.•C,', ,,_ ,,_,.';.,' ,-._.: ._~ ~_.... " ",. ,"_ " '••' • ,', .•.•, __••••".,

CATEGORY T

CATEGORY "B"

TABLE 3

29



place.

30
2.,·', ,Unfa'irCompetitiorl'cPr.ev.ention Law

Subjects Covered: Cases onWell~known Overseas Marks

'Court Decisions Made Between 1986 and 1991

plainti,ff is

(widely known;

Defendant uses indication of goods (or business)

identical or similar to the indication under (1); and

As a result, confusion takes (or, is likely to take)3 )

2)

a. Out of 11 recent judgment precedents on overseas

well-known marks under the Unfair Competition

Prevention Law, as quoted hereinafter, each of nine

cases in which the claim was admitted (Cases Nos. 1~9)

satisfied all three requirements as quoted above, while

each of two cases (Cases Nos. 10 and III was dismissed

because of lack of one of the above requirements.

Requirements in order for a claim to be admitted:

1) Indication of goods (or business) of the

If'a'markidentical or similar to your well-known, mark is

used'>bl' .anothe r person and if your 'mark is,a registered

trademark 'and the mark used by another person,' is used in

connect; ion,w,it'hu"goods ., Jde.n.tJcal "..or:, sJmilarJt9: yogr .,gOO<lS . f9r..

Which ydur.::mar,k i soauthor i, zed to be used,: you may claim your

right"basically;'undet the: Trademark Law or , otherwise, under the

UnfairCdmpetitionpreventionLaw 0' (

,The Unfair Competition Prevention Law provides for'

injuction' (proviso of Article 1 paragraph 1) in favor of any

par son.t.whose.c.bus Lnes s 'interest:;islikely to :be impaired, and

claim for damages (Article 1-2 Par. 1), in r.espec.c.. of such act

as gives rise to confusion with goods (Article 1 Par. 1 Sub~par.

1) or business (Article 1 Par. 1 Sub-par. 2) of another person

by' using the name, trade name, trademark or the like identical

or similar to the one widely known as indicating goods or

business of another person.



b. The requirements,i f.orlack'ofi"which;the two cases

were dismissed, were similarity 'of marks with

respect to case No. 10 and (the state of being

well-known with respect to case No. 11.

c. The nine. precedents. in whi.ch the confus Lon was

admi ttedto be:existent included three.:,/rePl?esented

by:Cases Nos .. 31 4 and 8, based on,>the,'\'confusfbn,"

31

course, of. business, and six, :represented::,by Cases

.Nos.l, 2, 5, 6, 7 and; 9, not' involved in

competition in the course of bus Lnesa , The above

:w.ouldindicate trends of disputes :involving the

ewell-known (a ~free ride" on ,them) toward: an

increase in. the number and increased ptro t.ec t Lon

awarded;



Table 4

CJJ
N

Injunction of use and damages awarded:
Letters of "CELINE" and "Indication of figure"
are vel l-knovn as Indlcat lng Plaintiff. The
trademark used by Defendant Is similar to
Platnttf'fs mark then causes confusion with
Plaintiff's goods,

Damages awarded: .
The name of' "Chanel." Is: vel t-knovn In Japan as .
I ni(1cafl on of business 'of the "Chane!" Group,
Af;though the "CIl'anel" G~oiJP is not In
cbmp~{i(ion vl th Del'endant (hotct), use of the
name of "ChaneI " by De~endant gi~'es rise to
confusion liith establishments 01' activities of
Plalrilin"s business' wiith the result of damage

'«.-:' c-;:':::/'-' ",'{: -c:,::::)':': :,<:::,":
and dilution 01' high dass image of the
Ind'icatlon of' "Chanel", ,,) . .

............ ,',

Injunction of use awarded:
Claim awarded against defendant running a pub
restaurant In the name oj' "Supper Club Dunhill"
for prohibition of use of "Dunhi II." In English
as we 11 as Japanese letfers, Also prohibit to
use It as. Indication 01'; ;buslness, and. 1'01' disuse
of "Dunhl l l ." In Engllsp as well as Japanese
letters,. as appearing In I ts signs (const ruct lve
confession),

Tokyo Di~trict Court
April 27, 1987
84(Wa)77gl

Court:
Date of Judgment;
Identll'lcatlon number

Tokyo District Court
No'y'emb~r)4, . 198.6
6l(wa)11'182 .

. .. - - "'. i

Kobe Dis rl et Court
March, 2 , 1987
87(Wa)94

.~..: ,:",...

" .. ._-

"cELiNE"

Belt sales

"lIotel Chanel" In Japanese
"katakana"

Hotel

"Su~per Cluq. Dunhl ll" and
"Dunhlll,"both In Japanese,
and In English
Op~ratlon of a pub

restaurant

Defendant:Mark
Business

i~~CellneS,R, .. " ..•.•. ,

"CELlNE" ••JC." ",~
Fashion products
designing, planning and
sales.

Chanel Societe Anonyme
"Chanel" In Japanese
"katakana"
Perfumes and fashion
ptbdticts manufacture and
sal~§' . .

Fashion produCts sales

Alfred Dunhill Limited
"DUNHiLL"

Cases Inlih i ch
protection was
awarded:

3

2
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PRECEDENT CASES UNDER UNFAIR COMPETITION PREVENTION LAW
Involving "Protection of Overseas Well-known Marks" (1986 - 1991) (In the order of date of decision)

Case No, I Plalntl f1': Name
Mark
Business



Irliunct'jb.n'?f us8.i}r.a4¥~arkrcg ist rat I on
cancel Iatlon~•. an~~ama'ge,s a~arded:
Th~na~'~ of "Revlyon." }sWI';delY known In Japan
~.~·)l •worl.d; f~mous.co~panywllh, h istorvand
;traditloni dealing witt! tho hlglwsl class fur
.~;~c!\lu~tJ"" ..... ,; •..;...: ' ........' .' ..
rh'o Jrad~mark<)t'D~r~ndant." Kabll~hlk I Kaisha
~W(l'An Shokai .. ~ey ~otd,belng."llel'lYon" Is
~l~llar 10 "Revlyon:' which Jndlcates Plaintiff's
'and his product. Also.:both products are leather
I?fP4~cts,(P Iaintlf]': . n'lIr product , Defendant .
··;·;~ho.()s)"i:>";' i" • .; ..••
Useofthetr~demarKbyDefen~anLgIv~~rise lo
confus IOIi with 1'1 alnnf'f'.sgOOds/buslness. and ..r·,".:,_. :: _' .:' ,_:-, ' :") , ,_.:" ",.:,) '_':i.'. Ii ,_~: ' , ','",'- - " :-.): I (' ,,_. ..: ,,' "

co~panl~s closeJyaj'qLI.a\~ wlthl'lalnlll'l'.

InjJnclIonofuse ~w.ar4~,j: . ..... i

Th~na~e,.oflho magazlne"Vll~GE"'PUblished by
PIaintit'j' Is wldelY.,knbWn In Japan as a high
claJs fashion magailner'j'rom lalest InformatIon
on ref! ned Iashions TiiiFrailce and U, S,
Defendant's trademark and Plalnt l l'l's are
similar l;n.d~SIgnation·. Plalnli ft' and the
authorIzed i Icensee uses this t rndeaark for
commercial Izat lonso lhalusin!: lhlsoy
Defendant gives rise to lhat Del'endanl
represents PlalntIt'!' alld his goods.

Tokyo District Court
Apr I I, 27. i988
8B(Wa) I2712

~~:~t: ;
Date or j.udgmenl;
Idenlincation number

Osa.kaDIstl'lel Court
Sop(e~tidl'll. 1989
86(Wa) 90.77Fashion products sales

Shoes sales

Kabushlki Kalsha Roviyon
Shokai

Conde Nast Putil lcat lons .
"VOGUE"
Pub I ish: ng f'ashlcn
magazines and
commerc iaIizat Ion thereof

Reviyon
Reviyon in Japanese
"katakana"
Fur. perfuse. textile and
?sh6~s manufacture and
sal~s .

5
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· PRECEDENT CASES UNDER UNPA IR CiiltPETiTl ON PREVENT ION LAW '.,' ..
Involving "Protection of Overseas Well-known Itarks" (1986 --'199t) (In the order of date oruectston).
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PRECEDENT CASES UNDER UNFAIR COMPETITION PREVENTION LAW
Involving "Protect Ion of Overseas Well-known Marks" (1986 -1991) (In the of date of decision)

Case No. Plalntll'l':Name
Mark
Business

Defendant: ~lark
Business

Court: '
Date of judgment;
Iden t I1'1 caIIon number

Award of Judgment

6 King Features Syndicate
Illcorpo,'ated
"POPEYE" character
Commercialization business

"POPEYE" charac tel'

Muffiers and neckties sales

Tokyo District Court
Feorual'y19. 1990
84 (Wa) 10103

Injunction of use and damages a,arded:
The "POPEYE" character "is widell' known in
Japan as Indicating goo,dsof Plailltiff and
those licensee. .
\Js~ bf the trademark b~,Defelldaill causes
confusion with goods of Plalntil'l"s/group's
j i ccllsces ~ " '

7 The Walt Disney Company
"Mickey Mouse" character
"MICKEY MOUSE"
Commercialization business

"Mickey Mouse" character
"MICKEY MOUSE"

Clothing sales

Tokyo District Court
February, 28. 1990
86 (Wa) 5911
Supported by Tokyo
High Court
January 30. 1991
90(Ne)991

!'!'>!','::: '
D,amages awarded:
"Mickey Mouse" character' and "HICKEY MOUSE" are
:w,ldely known as Indication of goods and
business of Ptatntlf'L. Use by Defendant of any
similar indication cau~es sonl'lJsion that
Defendant belongs to a';group cOllduc'tlng the same
commercializallon I!us);i'oss:mi Plaintlfl"s.-, '. ", "", .,.-, '-. '. '- ,,- _. --->"''-''\1' ,-, ,'-. .. -' ", --.,_.'." -,- ."

rndlclHlon of use awarded as"c'lai'med':
The tradeaark. "Choco Crispy" is widely known
in Japan as showing goOds of Plaintiff.
The trademark used by Defendant is simi lar to
Plal'nti'fr's and gives rise tocontuston with
Plaintiff's goods.

Osaka District Court
Apri I 26, 1991
88 (Wa) 9368

"Choco Crispy"
"Rice Choco Crispy"
!'Rice Florist Crispy"
"lrlce Crispy" .
"Crispy"
Cereal 'manufacture and sales- h'" '.,' .

Ke II Ogg Company
Japan Ke II Ogg Company
"Choco Crispy" In Japanese
"kataka'la"

;,.-, ~"' ,-,' i" '1(--.'::>.;

Cer~al manufacture and
sales

8
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PRECEDENT CASES UNDER UNFAIR COMPETITION PREVENTION LAW
Involving "Protection of Overseas Well-known or Famous Marks" (1986 -1991) (In the order or date of decIsion)

Case No. I PI alntl rr. Name
Mark
Busi ness

Defendant: Mark
Business

Court:
Date of judgment:"
Identification number

Award ot' Judgment

Injunction of use. disuse of lei tors of "Dl sney"
in Japanese "katakana." Cancellalion of the
"Disney" portion of thE! registorl'd trademark.
and damages awardod.· "
Plaintiff Is known In Japan as "DISNE¥," in
Engl Ish as weill as Japanese which is very t'amous
as indicating its busl~ess activi ties.
The k!JY word ,of Dofendapt' s )ratio n,ame. "Sansei
Group Nishi NlpponDIsIieyKabushikIKaisya:"
"Disney" and It Is eas'Uy"imaglned,lhat
consumers call It "Disney" In tile abbreviated.
name. .,'.
Defendant's trade name:etc .• are similar to the
famous business indlca(lon 01' Plaintlfl"s.
Plaintiff and Dofendant both come' under the
lolsuro Industry and havo a eODlllllln aspect in
wlilchthei r lnages dup(Jcale. lienee use of thc
word "Disney" leads tOlconfuslo!l among general
constim rs and users' ttidt Ptal nt do(and Defondant
arO mu L1al fy affillateq 01' come lIndor the sarno
group, havilig 'close rcl"atlons betwoen themselves.

Fukuoka Ist rict COUl'l
July 19. 1991
90 (Walt1 2

"San~e.'group NIshi Nippon
DlsneY,Kabushi kiKaisya"
"OJs~eyn I nEngIIsh and
al~olnJltpanoso "katakana"
Management of "Pachlnko"
parlor

9 I The Wall Disney Company
"DISNEY" in English and
also In Japanese
"klttaklllJa"
Cinema and TV production.
commercialization
business, etc. d

~



Award .61' JudgmentCourt:
Dato oI'Tudgmen.t,:
ldent l f'Ica tton numbqr

Del'ondant:Mark
Busl ness

PRECEDENT CASES UNIlEil UNFAIR COMPETITION PREVENTION LAW
Involving "Protection 01' Overseas Woll-known Marks" UB8IL-199J) (In the ordorol' .'lattl0l' dectston).

Cses In which protection
was not awarded:

Case No, I Plalnt l l'f't Naao
Mark
Business

10 I Ferreiro Societe Bell
Atlulonl

"MON ClliiRI"
Chocolates manufacture
and sales

&5

Claims 1'01' lniuct lon of'usc antll'ordnmagos
dismissed:
WhllePlalntiff alleges, that the word,
"STEFANORICCI," attached Jo~ec~t ies Iswldely
knovn as Indicat jon ~fPla inil I'l"s goods. stores
seiling them are Ilmiteflwi 1.I1 not much ~ale~ and
the extent. of.J ts el'l'or,ts 1'01' advertIsement Is
unidentifiable. Thus. the PiaIn.l i fj"s\rademark
Is not recognlzabtc as raving been widely k.nown
aaonggeneral consuaers, aside fl'om (he question
of whotheI' ItIs t'amQ~s. ¥~on~ part of the
necktie Industry or lovllrs ol'high clas~
neckt Ies. ,Thgrefore, ~I ~j nti['I"s cl aIm does not
have v~1 id grounds. wlth~O necess! ty for
l'ur,ther serut lnYinto.o~her aspects.

Clalmsfor Inluct lon of lise dismissed,
Each of the trademarks of Plal nt-l.tf and
Def'endanLlIlus tbelaken! as belng! ntugl'lll as it
Is and Inseparabl~.M though they are soaevhat
common each other j n the conception . they are
disslmi lar each other .wren oyerall
considerations. InCludlpg among "thers. external
appearance and designation. are taken Into.
account. ..••... >..... > / .'. ....•.
Hehce"PlaintIff's clal~ hasinoval ld grounds
1'01' ln.iuct loncf .u.~e.wil ih no nCl'esslty fur any
Further scrut lnv Into other asperts .. . . . I

Osaka District Court
November' 30. 1987
84(Wa)4987

Osaka District Court
August 17. 1987
86 (Wa) 2526

Neckties sales

"STEFANORICCI"

"Cherlmore"
"Chel'lmore chocolate" in
Japanese "katakana"
Chocolate manufacture and
sales

Stefano 1?lecl Socl oto a
Responsabl Ii ta Limi terra
"STEFANORICCI"
Neckties manufactrue and
sales

11

"
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V. Conclusion

As oftenre'!ported in newspapers, una.ut.ho r Lzed use of famous

overseaavbrands is a ttempted frorrt time . to time. While it is

true.that;wemust rely on promotion of consciousness of the

Public in resI?ec:tof the intellectual property, we must face the

sLttlat.L<:>r1u strictly with r'e spec t to those cases in which an

!ntentionto copy or get a . "free ride" on the legitimate
>~-;"--~~';'=',;"'-~~' ',0:" '" --:~;;-' ,:'.:' ~~"''''='>'>'' , , ,.,,,,,/8, ,:" ,0" .,_,'-~:;"'~'" ~s _, .' , -'"' " ._-"CO"n --'"

prqpert¥isc::lear. It will mean specifically that an opposition

or ~pplicaJ:iorifor a trial for invalidation must be filed with

fespe<;:tt:o< application or registration .by others of your own

I?r<:>teh~d pr6peEt~or, l'1itl)respect t.o any una uthor i zed use of

y-0urtr;aaetnar;K, your-. trademark, if any unregistered, must be

pegisf;ehia or an application for reg~stratiOri ofa defensive

mark must be filed.

In the foregoing, we have reviewed various prot.ect.Lons

afforded in Japan for unregistered well-known or f~mous marks or

avaLl.abl e under the defensive mark system. We. hope owners and

licensees o f " well-"kriowriot f amous marks wiTLfinduit 'usefulc-to

make use of these means of protection posLt.ive'lY••

Inc identally, with respect to the service m<frk sys tern made

effective on April 1, 1992, we would like to add that the

requirement of its being well-"known is t.akeri into consideration

in the event of conflict of applications therefor based on use,

for the purpose of protection of rightful owners' or licensees··&f

well-known marks.

(End)
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or ~Jt~~·i~nts'the

however, agreements
a.

Uost juri sdicti ons arellmit~d

purposes of this paper, we will assume that the reader i

will address some general guidelines in the searchino

. .'

your trademark, countri es in which the prlJduc{ Tsprodticed or used, and those

countries in which your competitors aredglrifbu~iness.

boundaries. The trademark owner must convince the Registrar in each

jurisdiction that its niark is registerable. It is importarit, th~reVore, for

you, the trademark owner, t()d~tJ;~InethecounirTeslnwh.ich 'the trademark
~ . . - . . . . .. .'... -" - . .... ,. . _. .

will be used now and in the future. In addition you should identify those

countriesin which it is most likely that~rioiher'~a~tYwill atf.e~Pt~·ci acquire

I. SEARlZHINGAND PROSElZUTION

Trademark rightsaf~g;~~~rHIY ter'fHg~1;al.· Eachj~~iSdiction has

its own laws and regulations which apply t()thetAdimarks~i1;hin its

owner of a niarkthat is well ~known in most parts of"theworld. Referen¢es to

"you" will mean the legiti~a{e>g~il~r of the well-knownl1lark:

The topic "Protection of a Well-Known Mark" is broad, but this paper

PROT~Cl'IQN>OE .A.WELLfKNOWN·MARK····

~RJ\lZUQJ\L'H INJSJ!.ND .GU IDEtlNES

- 1 -

such as the Benelux Uniform Marks [aw,ratifled by the Netherlands, Luxembourg,

and Belgium, provide for a ClJlD~g,f TfIde~afks Office. The applicant files one

application to protect the mark in all three countries. Fo~Clarity, in this

paper, the term "country" will beusedToil1dT~at~kjuii~dicfion.
A. Searching

Whenever you plan to expand the use of your well-known mark into new

territories, you should conduct trademark searches for similar marks in those



In 'the United States, .• .•

countries. Ifthe'marl< Bavafl'ab1e for 'your" use¥you sllould fHe ail'

appl icatton forregi str-atfonof themark~

Trademark searches in some countries;" SucllasJapan,'reveal'6I1lY

req i.stered marks, buLil1 othel"@untriestlle 'silarches· al soil1cludemarks that

toobta in ua"searchthat' intl udes regiStratj ons ;<pendi'l1gappltcations; and

commonchwmarl<s ,marks that are bei ng'usedwithoutregi'strat JOI1.

B. fRegi strati on

;'FATthough'Utherei srio-actualworldwidilregistrafi or\ ,tMMil.drid·

Arrangement provide'S' procedures whi ch'you'CanfoTlow 10 Obtai n:'a' 'regfSfl"il.ti ort

that 'protects amarklnseveralcolintries:' WIl~nolJtainingaregi sticit iOl1uriH'er

the 'Madrid Arrangement, the' iapplicantrilust stil 1 'compiywith tile doinest'fc . iWw

of eachcjur>iSdiction·. (As' sllownon'AttaOhmentA,Japah'is asigl1'a'tOryto fll,.'

Madrid Arrahgement. TheUni ted" StatesishiJtaparty'tliflleMadrid

Arrangement;butnegotiafior\sare'underwayforit tosign'the' 'Madr'i'dPrllt.ll'C!lf.

" 1: "ParJsCor\ventillh

Manycountries,intllidi ng'llleUllited Statesal1d Japal1,'haves'ighed
the Internation'alCor\ventionfdr the ProtectfOh of 1I1dllst'l"1'alpl"opel"ty\ kl10wil

as the Paris Conventi on, The-Parls Convention'addresses'thepl"otectiol1 of

certa inintelleCfuaT property law: Themostus'edpro\ii sion oflhet'reafY'

pro\iides that; as betwe'en tl"eat)imemlJel"S;' the owner Ma regi straHon \'n it.s

home country, may apply for registration of that saine:inarl<-il1'Other ~ember

countriesoased'on its home countryregistrat'ion; The applicant mllst comply

withtlle(l awsofthe coUntry in which theY areapplYil1g tb'tne ext\\'nt the

nationalilaws donot conf] ictwHh'provisiiJns of the convention. There are

several amendments of·the Conventi on, but generally; if the' appl icant fil ~s

appl ications illmerilber countries within siJ<months ofthedatethatth~home

.are Gthe

- 2 -



country appl teat i onl'la.~ fn ed,the applIcant receives the ear]j er fi I ingcdate

in each member country. Both Japan and.the4nitedStates are bound by ,the

Stockho1m,Text. of the Convent ion.

? .Defens ive Registrations and Associated Marks

In somEl'cguntriEls"you jmilY fEe,an ,applj,qaiJol1,forregi~tratiQnjof a

"defens,ive" ,mar~,to .Prey.entothers,frllm ,usil1g YO\lrfamous, cmark,ongoods ,for

which you are 110tqurrently \Ising the,mark; Defen~ivce registratiqns.s,hould be

acquired when they are available, since use of the mark ql1t~o~eigggds is not

requi red ,Jomaintain the registration . In addit i on ,many,.countrte~ fprovide for
,'.,i" _ ;:."'_" ..."','i "-,,- ,. ,,: .' v .-,.', -' '_' ;.,' , ',';,." " ,', -", ... ',- ,,- -,'. ." " .. "', .

th,e",assqciiit ion" of,registratiQns,when, the :markscoye,red by theregisj;ra.t,ions'
.,' :.' _..,_;-; '._ ,_ .:'.,' ".,',_, ·...'·,i .0.' :.......,. -', '. " ..,..... -. '."",' .. , ...'.. '. -.' .' ", .

are, simi liir,.Somecoul]tries ca11PW or'requi rethe.associ,at iol1",of regci~trat tons

coyeril]g,stmi) iirmark~, ,despite .the qoodscovered intheregi~triition;While·!

cl assi fi cat ion. ",Ass(),cia.,ted regi~trat jonsmay not be sold oras~ignl!d'

se,piirately frQmllnElanllther. The,marksare,consi deredto ,~e so,cl os.elY:,

associated in the minds of the publ i c that use qfthemarkbytwo parties would

be JjkelYio)eaq,io c()l1fus}()I1.)~I]',adval]tage ofa~~ociatingmarksjs that the

I al'l~ ot many/qOuntr!)e~prllvide t~atusEl of one associatedmiirk j~, .sufficienhto

rna i ntat nal l. assoctatedregi strat ions" ,It i s, therefore, .poss tble to; .register
,', .. -' ',', -. -.,' .

your miil~k, i nihreEllog,o, formS ,u,se onlY pne, but mat ntain regjstriltiOl1s for all

three, preyentjngthe, use,of,any Of the logo forms by another party. '2."

~. Servi ce Marks

Not. all" countrtes proyide for the registrati o,n ,Of marks that are used

in connectipn with the, Proyi sjon Of services; If sery,ice mark registracj;ipns

are not ayailable.inacoun:try,iti~partiqularly hard to ma,intain"and:enforce

your rights in themark. ,ThElUnite<lStiliesan,d,Japan ea.ch, provi d,efor;
" ,- ." ....

regjstration ()f sElry,i cemarks. In;both countries, i tis neC,essarY fOr the

- 3 -



·.

owner to provide a separate service under the mark; it is not enough that

normal support serVices be provided in conneetion·with a product sold under the

mark In countries whiCh do not provide for the registration of service marks,

you shduld cons ider registering the mark for goods associ ateawi thor llsedi n

brochures, napkil'ls,bags; ormel'lus assoCiatSd with or used i~ the provision of

the serviCe Forexampl e,theUni ted Kingdom,Si ngapore; and Hong Kong ,will

not regi steramark used in connectionwithretailstorEi 'services. Itis

possible, however,to register the mark on goods which bear themaf'k, for

example, shopping bags which are 'sold· to'thepublic.

4. Trade Names

Trade namesare'gel'leraTTy protected in adiHefent 'manneY'and have a

different scope of.'protecti onthal'ltrademarks'; 'Some 'colJntrfesregiSter t'rade'

namesoif the TrademarksRegister,but most countries provide protecti on of

trade name through other mechanisms, such as unfaircompetitiol{ or passing off

actions. Artitle80fthe Paris Convenfi on (stockhol m Text )providEis that "A

trade name shall be protected i na1l1he countri esoftHe!Union without the

obligation of filing or registration, wHether or not it forms part of' a

trademark," , Th i s provision, however, is subject to interpretation of each

. countri es 1aws al'ld maY'be considered self-eJ<ecuti ngbysomecountri es and not

self-executing bY others . It is wi se, therefore, to t~keadvantage of any

local provf s tons for registration of trade names,even if the country is a

party to the Paris Convention.

5. Specific Information on APOI icalions

Classification: Most countries, including dapan and the United

States, have adopted the international classifications,Ystem. Some countries

continue to use their own national cl ass tf ications , e.g.; Brazil, Domini2al1

- 4 -



Republic; Indonesia, Taiwan, and some countr tes-st.f ll use no classification

system, ~, Canada, Thesigni ficance ofrthac'lassiffcat ton of a good Or

servi ce varies from country to country . In some countr i es an applicant may not

obtain.a r~gistration in the same Class in which a similar mark is registered,

even if.t~:,~?odsare unrel.atad, In othercountries;.such as the,U.nited

States, the.classificaFons are notcontrollingwh~n another party seeks to

regi sterol' use .amark..... One. di ffi cul ty .: in.enforcementl11ayo.ccur whenacountry

requires the tradem~rkow,!er to own .aregistration in therldenti ca1, cl ass to

prec1ude anoit~el;/:s u~eol;.regi stl;ati (j,! of.'l markin.t;hat class.

Identification of Goods : Thecllrr.ent trelldJs for the respectiv~

Trademarks Offices to require the applicant to list theispec:ific goods for

which the mark will be used. This practice is already .in place in some

countries, incl udi ng,the .United States. and Canada.Some.c()untri es. are .__. .... .

requiri ng thaappl i cant for renewal of a r.egi stration to identify the specific:
.. .." ..,,-', , " .' ..'::. c.': ',' ',,' ,"." ,', . _,' ,',' "_,' ", ',,__...',.: ',,- ,'_ ..' " -..' ",0 '" .' ""._ .'.' 'h'.' ,- - .. ' ,. , .. "

goods on \'ihich they.areu..sing .the mark.
.. ,"'" ,:.' ,:- ' - _, '. . .

.Intent to Use: The. United States requires all applicants. to state
.. ,' .. " -,.. .'.'.' ",,' '-""

that they use. or intend to. use the mark.i n interstati~>coml11erce orfor~;gn

commerce wi.th the UnitedStates.. Al.though Un.l tedStates citizenstnust useva.

mark in. i nterstate0l;.foreign commerce prior t(jtheissuance of the Certjfjic:ate

of Registrat ion ,anappl i cant filing under .the.Pants Conv~ntion mu.st only, state

that it intends to use. the mark in. the United States. The; registration

certificate will be. issued. for a Paris Convention application eveniL.the

applicant has not used the mark in the United States_

Duration: The length of time a tra~el11arkregistration is val id

vari esc from country to country. For example, the. term is seven years (fourteen

renewal) in Australia, Hong Kong 1 Malaysia, andt~e United Kingdom;t~n years

in Benelux, Brazil, Germany, Japan, Taiwan, and th~.Un.it~d States; and twenty
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years in Switzerland; To maintain registrations for numerous e'countrfeswHh

differing ,1aws, most companies ,will use' a database to 'docket thedi ffering

dates for renewal and proof of use .

6. Revi ewofApplicat ion

.In mOs.t.icountries ,:Trademark Examine.r.$ rElyjElWaPPl iCatjlll1S ahciUie$Slig

Actions setting out the flaws orfauTts in theappHcation and the applicant

has theopportuni ty to respond totheacti on by argui ng>against theobjecti on

or amending the appl.tcat i on to meet therequi rements , Therei s!generanyah

administrative !appeals process throughwliich theappl icantmay argUe that the

rejection was not well founded; In addition, most countries provide for

procedures by which other parties can oppose the registration! of an application

or petition tocanceT a registration; Some countries, such as the United

States;- provide for an appeal to the appropriate! Eburtto hear-the case-'de-novo

or ras an appeal»

E. Use Rel ated to Rights

Mostetrademark laws provide that a trademark oWner must USe a mark to

obtain or maintain a registrationorenforceabTerights. SOmecolJntries

require the owner to prove use of the mark at the time of registration or

renewal and some duringan!interimeperiod. In other countries,a specified

period of non-use of a mark will: cause the owner tol oserightsi n the mark and

the reg.istrationand theregi strati on will be cance'lleduponpet.ttl on of

another party .nf .the Trademarks Office ,

lnthe United Statas; trademark rights are determtnedon a

coinbinat ton. of' theftrsttouse ahdthe f; rst l(f reg; ster system. .. The first

user of a trademark may develop common-law rights in a mark.' These rights are

1imited to the geographic area in which the mark-fs used J If thei mark was used

. prior to another' s<appli cat; on for regei strati on of thelllarki n the United
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States, the first user.wi ll.have the right to USe the mark .in fts rspectf t c

geographical oarea and the regi strant will· obtai n rights i nthe remai nderof the

United States. It is the filing date which determines the.rightsin the mark.

Therefore, if a person uses the mark in the United ,States and later, within the

.. files: under the Pari s .Convention

registration of the same mark,and its priority date precedes the first use bY

the other party ,the.appli cant. will recei veri ghts throughout the United

States, ceven,U it has not used the mark in the United States .

Ot~er countries, including Japan, also use the application 'date,

rathert~anthe(registrationdate, as the date atWh.ich the rights to use the

mark are determined.

In .the .Bri ti sh law countries, the owner must file Registered User

-Agpeementsforall,parties,that,are"authorized ,to 'use'·-its·mark in-that· countrY.,

Other countries require that trademark license agreement be recOrded with the')

government. Compl iance with these requirementsmaybemandatdry pr.ior to the

filing of an action and is.recommended so that the use bYianauthorized user

may be used to shpwproperuse of'a mark in a country .

D. Proper Use

Trademark rights may be lost by mlsuse,» There are some .genera.l.rules

that apply to most countries to help in avoiding the loss of rights. A mark,

should always be.used.ias an adjective, never as-a noun or asa verb, and never

as a plural. The trademark should always be followed by the generic term for

the product, the common descriptive term. Ifa mark is not used' properly, it

may become generi c , just as. ASPIRIN, CELLOPHANE,.ESCALATORhave' become generic

in the. United States;

)\spart of a protection. program, a trademark owner should not permit

others to use the trademark' deceptively or. to, .identi fy· products not produced
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under the control of the trademark owner. WherlappY'opri£te, usetl1e,i pl"6per TM,

SMdesignation prior to registration, and theR (in circle), M.R;,Marca

Regi strada after registration.

E• Types of Ma.rks" Inherentl y Di st i ncti 'Ie or Not Inherently Disti ncb 'Ie

A well-known 'mark may 'bei nhareritly diStincfivedr'l1oti nl1'efen

dtst tnctive , Inherentlydfst-i nctt ve marks donofrequfre proof 'Of secondary

meaning. Inherently dist i net i vemarksare often referred to a's" strong"mClrks',

indicating that ttieyare more likely to be given a broad range of protection on

products which are not direCtl,Y competitive with the products for which the

mark i sregi stered . Marks that are i nherentl,Ydisti nct i veare'either'falieif'ul,

arbi trary,orsuggestive. eN fanci fulmark is Coiriedforthepurpose'of

funct ion i ngasa 'mark .An arbitrarymai"k is a common term thatisappli ed' tb'

goods that are not common1y associ ated,wl't,h~,theLtei"m.,..cA~suggestiveLmark,

suggests· a character oY'quality of the goods, without describing if~ The

greatest variance iii tntsrpretatron betweencountriesis'whethei"a.'mark'i

suggestive dfdescripti'le.

Descri pti vemarks· merely MscH be the quant ies',+1l9+edi'ellts .br

characteristics ora product. Common surnames' orgeographi c termsareus'u'al1,Y

consideY'ed'tobenot inhei"entl,YdistinctiVe. If a mark isl1otilih'ei"eritly

di st i nct i ve, it can acquire "secondary meaning, " so that the descri ptive

quality of the mark is no longer the only meaning associated with<theprodUCi,

but a separate meaning, an indication of the source of the productjhas

developed.

ThEfTrademark Offi ces ormost countri es treat forei sn terms as the

equivalent of the terms in their major language. Thus, marks which are

descript i ve i rlimodern 1anguagesmay nofbe'regi sterable. TradeJDarkOffi ces may

allow theregi strat ion of terms thataredesc:ripti ve iii obscure1anguages:
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I.T.ENFORCEMENT OF TRAOEMARK,RIGHTS

When we think of the enfor;cementoftrademar;kr;ights, it isgel"ieraHy

in connection with the infringement of a trademark or trade name. Part of

enforcement of rights is positioning the trademark owner to discourage
.,,;; ',-, ',' ;>: .' "-',', ;--,', .' ',,- ',' ';'.:". -'-,"" ...., . --, -',' ....., ..'- ;,,". ',' -,"'''', , ... '..-,,", .

infringement of their marks and to respond to an infringement .. _.," ... >_",_, ......c, ":.'-..,' ',' :',:,<,.:,', i'" ,',,',. '._"'._,:' ".""'" .' .• ,. u. _, .. :.: ',H." ..

As we have mentioned, trademark rights are territorial, so there are

separate laws for eilch jurisdiction. At the outset, the owner should analyze

the markets they in which they are currently sell ing, as well as those markets

which they will be entering - now, in the near future" ~, the next five,

ten, or twenty years The tr;ademar,kowner must plan in, advancafnavold

problems creilFecj by;trademarkpiptes, people who, register farnousrnarks of

othens.rto trad,e off of, the .r~putaF ion Jha,talready surrounds the mark"

A., Oi scoveryof the Unauthorized, Use

There are many wilys,to,discoveran infringement of a mark. One
,. .'.' .' .. .' .",.", ,,' ,.. " "." ,,' .' .. ': ,,',.',: ..... ".' '. c- ,.:', .' .' .' , ..., :',;_:, : ' /J, •

common WilY owners cjiscoverinfringemenJs ist~rough,Jhei;r busi nE)sS people

working or travell ing in that country or region. The business people, are in

the fiel d, eX,arni ning t~E) !=ornpetit ion, trade manuaIs, ot~!!rpuQlicat.ions, and

theadv,ert i,si ngand prom~tiol"ial maFeri aIs .i n,t~ei r {i.el d, Companies;,. shou],d .

have a, program. to. make all, .of thei rempl oyees aw.are,qf the correct .. channels to
- ,.',.'.' .' '. " .' - .'.', .' .

bring aquest.i onabl e llseofil tracjemarkto the attention, of the proper,

author] ti es in, the compan'y.

Compani es also di scover infringements" of, thei r marksrthrouqhwatch

notices. Companies or their outside attorneys subscribe to watch services thilt

look, through, tracjemilrk gazettes andadvi s~. thelll ot markssirnil ar tc.rthe i r major

marks.

In; adcjg i on, t~e in-house.,or outs idecounsglshollld) ~ok through

relevant trildemarkgazgtFes to becom!!,a\'o'are ofan,Ypossibll! il"ifringements. The
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owner shouldask locaTcounseli n each.eountry to make it aWare of'any ma.rks

similar to thei I" mark which .are fil ed in the jurisdiCtion

A searehmay reveal whether other parties are usillg (Jr>cTaimillg

rights to your: well-known mark or a ,similar mark. The term "trademarkllifate"

or r'nt rate"; is used; to tndtcate apersonwhoregistersthe'farn(Jusrnarks

others ,to trade off of the.treputatton-that alreadyisur'roundsrthe' mark. Some

pirates>intendto use the marks to enhance their business, but-other pirates

never; intend.to-use the mark.·Those pirates usually regiSter the mark' toTorce

the trademark owner to setM e:Withthemor buy them (JUt'.

B. Handlingthe Una.uthorized Use

Once a potenttal infringement is' located, the'att(JrrieYusuall y consul ts ."

with theirinchousecli ent'and'locaT''.trademark counselito cJevel(Jp'acourse of

action. :;At4imes',counsel' will rel:ommeridapproa,ch·ingthe p(JteritHil infringer·

with a·warningl etter,pri or to 'filing sutt , or mayrecornmelldfilirig'

cancellation actionsimmediatelyih those.jurisdiC'tionswhere prornptactiori is

desired.

- 10 -
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there are a numberWhen.inyesti gati ngapotenti al,

basic steps. First,determi nE1J'lhether the owner's mark is reg.istered.i nthat

country. Rights in. an action mayditJer for registered and:unregisteredmarks

in that country. Then,determinewhether the owner' is using the mark ,in that

country and, if so whi chparty<used and xegi stared. .the.mark fJrst

If the other party was the fi rst to use or, registelLthe, mark, the

case; must. be.. e,valuatedt() determine whether itt$Jn the owner!sjnterest to

ment i ()nthe ;potentialconflJct. If the. owner.does not, have priority to-use

d .stop"usingthe"markccto·

avoid a poti!nti;a·l infringement. If. the owner's ..mark was registered ·first,the

other, party, may have had notice; of Jt$ regi strati on through asearch or through

an Office Action from the Registrar. This could be helpful in proving that an

infringement was intentional.

An; tnvest igat iOn wi lJ als() hel p determine where the; i nfrjngement is

taking pl ace.' .The ,j nvestigati on may<show that although the ()Wner!s ri ghts

Precede the: other ,parties rights; i n,a; part i cular country, the other party may

have ri 9h,ts, that. supersede. the owner/s ri ghts i n.another- country. It is,

therefore, important ,to determine the countrjes involved, where the product is

manufactured, di strtbuted, and sol d,; and, iL possi ble, the dates of. usei neach

jurisdiction.

The business Client, .Iocal aff.il iate,or local di$tributormay have

addit iona1 .i nformation on the actual business of the i nfri nger. A local

associ ate'()r affil i ate can conduct an i nvestigat i on of busi ness to determine

is used or for which the mark is registered,· the scope of the owner"s

regi strat ions must be .examtned to determi ne if they include the goods.which are

simi 1arto the .owner's goods. Note that in thosecountrie$,jtis perfectly

acceptable. f()r two compan,i es can use the same mark on unrel ated, goods.•
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1anguage.

(1) how long it has oe'en in eXistence~ (2) the goods on which each mark is

used, (3) how'long the oth'ercompany has been using the mark, and (4) the

volume of their business. The local affiliate or distributor, can be very

helpfuliJi counseling on whiltmaybe "obvious" to them, e.g., the fact that a

or a word which has a particular meaning in'ttle local'
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3. Contact Infri nger·-,Cease and Desi·st

Once it is de1;E)rmi ned-that :tQE) ol'inerhC\sc iprior, righys .f nrthe area,

unless there isa kl)Q,wn dangeroLaJC\rge shipment;bE);ng sentimmediC\te.lY: Oru

therei sa i mmed iC\t,edanger Qf.<:Iamage.;'1";hC\tcal);ocqur!l'ii th the, lIs.E);oftQE)

i nQ.qrreCtprc(jduc1; ,trademC\rk,(jwl)E)rcs ,Jlo,rmallysend acease and.desi StOre.

"warcl)jng'! lE)t1;er1;othe,other:pC\rty ,IQe;paryi es genercC\l ly tr,y L1;o .establi;sQ.a

,;,;CQlIrtsc;and,Trademark OfficE)s wilLalso consider the fame of a'mark in

a parttcul arc countrcy, especially ifa mar;kcQlIl<:i :be ,Q.QI)S jderedsomel'ihat

descri pt i vE),of4hegoods, .To .prove secondarymeaninq Qr Jame witQin aCOlll)tf'Y:,

evidenceofe~tens i vesales, thelel)gthL,of ,yourc"exclus j,yeuse ,informat tonon..

tra<:iemar~:§urvey§::shQ,l'iil)g ,1;QE) famE) Of your :mark,mu§t, be, L

produced.

There ara.many.pcss i qlel'iays t(j;settl E)0r :~;E)got,i '1M C\changei,n;1;hE);i

use of the mark" ;Hal).il)frcillgemE)ntl'ias Iln illtE)llt iql)a.;l;, tQ.e1;rC\<:iemarkowneJ;;mC\Y

agree to ass is1;.)11 pa,yi ng th.e,expenses,.pftQe ot;hen;part tE)S chC\nge,tp al)otQer,

mark ;bE)qausE) ii tmay b,eamore economi caLsolllt ton;;tha,11 1it[qat iQI1'

DHferentel:emeflts i.' are. imPortaflt;tQ Ai ffE)r.ent .parties"depefld;i ng on

the bus i neSSE)S ancthe severity oftQeconfusi on.C\r,i stngfrom .the ;;usE);;pf the;

similarmarks. In some-casas, the trad.emark, ;pwn;er"c;ana11 ow a .phase-out period

inwhic.hJhe:infri nger can use upej(jsting;stockLorscta1;i Qnery, -In other'

circumstances, it may not be necessary to change the entiremaek; ol)lythe

presentat iOfl.qf, the mark. II) many.cases .. aninfri nger;will go.; out Of business

before. the·, conflicti. s reso Ivad and,the 'Qwner, mus;tthen determine th,ebest;l'iay

to ':remove t ..hemarkor;tradeflame, from,the.Register., ..- '.- . -

If a conflict must go to litigation, the best evidence is,pften.Jn

the country in which the conflict arose. Local affiliates or distributors can
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provide sales figures, advertising andpromotion'figuressalnjJles of products,

sampIes ofTadvert,tsing.

, .... 4, Pi.rates·

,If you'fi nd:that a p.i rate hasiregi stered .or is usi ngyour famous" '-'-, --_ .. --_ ..._..... ,' ..._-_ ...... _",

mark,J you shoul did nvestd gate: and. address-the, problem as: soon as poss ib1" -'. .., - ,- .

is generallYtfaster and: 1ess expens i ve to negot; ate: wjth the;tradem.ark pi rate

prior to introducing thelegjtimate product i l1to a country. If,you:wait until

the product: is··; ntroduced,:theitrademark;pi rate ,may,: have acl aim. that: you:are:

i nfr·i ngi ng uponth.eirmark.•

:As noted above,most countries :require thata'mark be used to

maintain rights .f n a:registration, If;s possible, therefore, to cancel .a

pirate's registration of,;your:mark onthe.grounds.thatthe pirate haS not!li1ade,- - ., ._, -' . ;

"use.of,;j;he mark:dur:i ng,the,period"of,timeiprescri bed by that,country:dt'd Sec,

often easi er to prove that the pi ratehas:not)iuse~hthe"markthan;jLis to,

asser:t:thatuyouuare:the"properowner of! ther.marks ,Thi s: knowledge/can al so hel p
, ,

you i n-neqot iat i ng wi th.a pi rate. Iftheipi raters registration is subject to

cancellati on, . they arevmeneeli kelycto: settl e.for a 'Small,·amount' (e ,9: ; the

amountyoucwould:spend, i n.a:cancell atl onproceedt ng)andvol untarily:cancel

the ln ;rE;!gi stration, If practi Gal, seek to, obtain ajudgment:in connection ,with

the pirate's use of your mark. "Th i smay di scourage"others'fl1omtryi ng to:

registelj"yourmarki nthe.'future and,in most countri:es; wiMcgi ve:,you a means

by which to enforce thE1/agreement against the pirate.

Many countri es now have 1aws that state that '!\falnous~' or "notorioils'!

marks may be protected evenitf-tlley are not,regi stereg ..,Sol11~:countries may

al l owan owner:toiprotect 'marksi Ltherei s "sprl boven' advert t sing ,Such

advert i stngmay equal, pnion.use tnthei r' country;



5; DifferentTypesof;Actions ;~

There are many types of causes of action to address improper or'

unauthorized use of a mark. The most common action is forJllfringefnent.

Infringement: In most countr-tesan. infringement aCtion can only be

,brought b.ytheo.wner.,of aregistrati 6n. ·"Iti s,: therefore, impbrtant that "a

mark.be registered, in any country in .which it is likely. to beJused; Tf,'the

marki.f s not registered, there maY Mother remedies; such as unfair

compeef t ion.[. passing. off,or;;decepti veL trade-pr-act i ces;d:i scussed belo.w;

If a mark is registered, most countries consideritHe registration

cert i fi cate to be proof of. the. reg.istrant' s ownershi p of;the'mark and proof of

the registrant's exclusive right to .. use the mark in that .country: Thus, a

certi fi cateofregi strati on can prevent the owner from providing evidence just

to-prove fts: ownersMp ,Mthe markiand:theowner:can.;concentrate ;onproving4he

otherve1ementsof'the;infri ngement;,instead ;

,AlthQUgh·most·,.: countr.t es;;proiti de that theinfringer;must,pay 'damages,

oriprofits; trademark owners ". are. most concerned wi th obtai ni ng an injuncti oil')

agai nst thgfuture use bfthe mark. ,Manyicounbi es,:provi de for'prel i mi nary

injunctions' during thependency.'of;thecase, andpermanentinjunctionsto;be

entered; at the end of: a case . Monetary payments may be cal culated from the

owner~s loss;orother ;party!;s· profits or beth 1

Some: coUntri es provide that the Iost ng 'partY';paythe'attorney'sfees

of the prevailing party. This can be a;considerable;expense;'i nmost

industrialized countries;

Counterfeit i ng: One type ,of infr;ngementisoften·called

"counterfeiting. ":The United 'States provides separate .prov tstonsfor these

situations in which a party i susing n a spurious 'mark;.which is ;denticalwith;

or substantially indistinguishable from, a registered mark" of another on the
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goods for which the mark is registered. 15 U.S.C. 1116(d), 1117, alld'I1l!27.

The Act provides for rell1ediessill1Har t.o those provided for ihfrihgement

act ldns i'andgi vesthe cOllrt di streti orlinawardirigprejudgment iriterest.

Seizllre: Many couhtries provide 'fot theseiillre of coullteffeit'goods

whenthej .ellterthecouhtrj; Therlll esLofthe cOlllltriesVarygreatl yOllwhaf

is .FcountElrfei t goodi for exall1ple, if the goods are 1egallyiprodllGed'in

another-country by the t.rademark owner' sfli cehsee, some countri es'wH1 !not'

prevent theill1portatiOl\ of thegoodsi nto anothercountrywhi ch is hot covered'

by the 1i cense: 'SeeParis'cohvehti en,!Artic1e'9;

Urifa irCOri\petit ioh : The term 'uhfa ir'competit iori is usedtdreferifo

di fferent types of actions. Among those acttons ,ar~ passing off or palmi ng off

which p1edwheh' sOll1eonei s llsihgas iri\ilar ll1ark··orf.rade'dresswllictl is not

regi stefed'ihi thecountfy. L'See iParlsLCohvent iOIl;uAfti Cle' i10ibis;

. Theiatti oh of dilution,' aTsokllowlI iaserosion, i sllsedwh·enthe mark

is used on goodswh.i ch are notrehtea to the goOds for Which the mark is

regi stered .·3The goodson which th·emafkareused iarenot simHar· and the

consumer will hot be cohfused by the ·use oFthemarkoridifferentprodllCt,

however the unauthorfzed useofthe''WellLkhown mark'on any goods i sil ikelyto

"di 1ut.e'ithe di sti nctiveinature .of themarkand,lherefdre, the mark' s'owner ·is

being dclll1aged. Some tduntfiesprovidefor a. separataact t on ·for dfIut ion ,'but

even if the country your are in does not have a separateattion,·cdurtSwiTl

ofteh· ·iritl udethe tOht'ept6fdiTuti on uhderoth~r' causes6f 'aCti ori'suchas

trademarkinff'ingemeht 6r passing off.

Other ACt ions:· OWer causes ofacti ollthatll1aybe avai lab1einyollV

jurisdiction areactiolls toprevel'lt theimportcifi oriof unauthori iedgoods,

misappropriation, false advertising, false labelling, deceptive or unfair trade

practices, libel or slander, copyright infringement, and various criminal laws.
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II I. SUMMARY

. ,ThE! key to-protect ion ()filWE!11 -known mark is planning. Deteljm!ne,

where. the trademark-wtl l-be-used nowand,in .the future .,Searchandljegistelj_._. - - .... ---- . - - -

the mark in ,thE!countri:E!syOlh\'iill be'E!nteljil1g, as. well as the pljimary

in\'ih ichyourpro<lu~t is produced andal1dthe

wh i ch youljpljjmaljy.conlpet i t()rsdo~us iness .O~tain defensj:v'E! regi strat ions

where,theyare avail abl e., RE!gilitE!lj ,the mark,in .other .fcrms or in cl.assesrln.

\'ihi:chyouwi II not~eusi:ngthE!markand assocfatefhe markswt.th the

regi strati ons whi ch you will actual.ly-be using,il1thesE!co~ntries which

provide .thatjuse of one .assocf.atedmark issuffi cienttQ.prp1;ectthE! associated

marks whi.ch,areno1;,actuillly"i n,use

Educatayour ..employeeli,to poli.<;.ethe·, maljk.Advjli,E!' themof

inform ,in ,y()urorgani zatton ,Seilrchf()rs imi1aljmilrks plj,i 017 t()enteri ng new

markets and trytoljesolve thE!,pr(),blems prtor to .expandtnqycur use tnto new

countries . Ifnegot i ations ar.e: notisuccessful, file, sutt.s-under rthe .Joca1 claw,

producing)'(jurbE!stevi den<;e,!lihethelj i,t c:i l)!jseVi.<Ienceof .yourulie ilnd

regi litr,at iOTl in othercoUTltrj~s,adverti,sE!mentssho\'ijng use Of the mark, trade,

shows. a.twhi:ch th,E! mark,;sshown, .contacts or .negotjat i:o.nsw,ithpotel1t iilil

djstri~.utorlii nthat :~ollntry" .and any,evi<l,ence of the: ,oth.er,part ies,;:jntent to

trade off of yOUlj :ljeputati()l1'

Even.wh,encompani.es· follow,these. procedures ,thelj,e wi)lbes.i;tuations

in which all of your efforts to plan and avo,id,problE!ms ilre"not,isuccessfu].

ThE!,pumber ,(j,fp.r;ob1ems" ,however,wiJlbE!g.r;eatly,:rE!duced'~Y;~ilkingpro -act i ve

stepsljathE!r.thanwa;.ting forprobleiTIto surf'aca-at ,.iIi 1.iltE!r<late.
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Corp.

aspects uniglj-e t.o .the devel()p~ent process alld) the
manufacturing process;

aEipe9ts un.i.que ~.o the9ompletic)J1 o.f <thElinventj,o:n

(ar

(b)
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with these unique aspects in mind, we will discuss the
various conditions of license contracts (calculation of
royalty •.• fees"and user.agreements,.···•. et;c . .), ..eff.e.ctive periods
of licenses by virtue of prior use, authorization of public
knowledg~ andpuhlicul:ie,licenl:ies by arbitration, etc.

Introduction

During the Laat; several..decades , invent±onsrela.ting to

computer softw..1:1r....E;l have beenI):totact,:e:d t()sottlEi.exte:dt.•·uhder the
Patent Law, however, r~quisi.te:s f()~ g:r:~ntingpatentsand the

scope of the protection hav~n.9talways·beeP. .pJ.E!a.r,llp.d have
changed with the lapse of the time. particularly these days

c'd#tlfsi9ri·e;Ki!3t.s a,13itJ;1~fasJIt .9fan.intent:ioIl..·~N()ne'~.id.e: to
e~tenc:i·the:scbp~Of;:th~;rotection.ahd.an.Oppo~ite intention to

correct undue protacti6:ridf he:sdff~are: pciferl£: . Though not
decisively, however , it may be .concIuded that·. ,the scope of, the

tJ;!e,.patent,·) la.\'!, .has enlaJ;,ge(i ~ .••..•. Under
_" . ' 'c- c- .", .'. . '. "", .,- '_'" . , '_ . '. '. '. j;"~.•

.these.C:ircumstances, we Should:takeintoaccount}ofthej~~stence
of patent protection and its influence on 'sdftware products when

we license, deal in or distribute software products, even.thouqh

we~()n~i<ie~~don;\-y,C:9P~ri.gh,t:,prot.ecti9n. iIl.th~past•
. · .. :rn',£.~he.li.gllj:.i;of,;.th~Se' facts,.,' tl1ispaper discusses the

c'haract.erfs'tic ·····a.spec:£ts'·.·· ail.d·i.Ssue~ /·rE!Nt~I1g·'l::oPat~il.""s and

.li.censes Of "softwa~e in comparis~~".~:.iiththe old.,",f~shioned
·R~teil.ts .

1.SpeC:ificASpect.sdfPa£ent.5an.dLi!ci~n.~es9f~()ft~are

\
" The characteristic differences between patents related to

~ • ov..1- \.

k~~~ll software'and the old\fashioned patents are discussed below. We

should therefore keep'\hese differences in mind when considering

the conditions for licensing soft"\V"ci7ega~i3n~::;':(f()¥e~ampi~, such
as calculation of royalty fee5)andwh~~ discussing conditions

for lawful 'use of a patentedlIlveIlt:fon bYathircl.pa:t:ty (such as

license by virtue of prior use).
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(2) Aspects Unique to the Completion of Inventions of Software

Generally speaking, inventions of software are considered to

be virtually completed when a rough design>of the system has been

created. In contrast, • most conventional inventions apparently

result during irepeated experiments in" an early ,stage oft.he

developmental process. We wOuld expect thetinique 'aspects of

completion of·inventi6ns of software to influence the granting of

licenses by virtue·of prioruse~ This aspect will be>discussed
in Chapter 4.

(1) Aspects Unique to the Development and Production of Software

The development •of software oft.t;ln begins with a rough design

of the system, detailed design of. <the programs and finally,

coding of the programs. As software becomes..ever larger in

scope, greater efforts .andhigher cost must be .. expended·forboth

the designing and the coding thereof. The manufacturing process

·the producta:fter····the·· cdevel:opment'.·entarl:sT··however, 'only

copying of the programs, which is a low' cost procedure.

Further, it should be noted that there are many cases where much

expense is'required for debugging of the product after • its

shipping. Also customer service will be needed even well after

the time of purchase. Thus, maintenance cost occur successively

over a long period of time.

On the other hand, the developmental process for ordinary

inventions relating to thingsinvolvesmany.expe:rrimentsrequired

before they are put to practical use, wherein considerablem6ney

and labor is spent, In addition, even after the product is in

use, cost for raw materials and labor must be borne to fully

exploit the invention. We would certainly expectthese.tinique

aspects of development and production .of.software·toinfluence

the conditions for licensing of the same.

This aspect will be discussed in Chapter 6.

secrecy

program

publ.f.c

(3) Sale of Programs Under Secrecy Agreement

Programs are oftentimes distributed under a

agreement; Issues take place with respect to how such

distribution under a secrecy agreement relates to
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knowledge and/or public use under the Japanese l'atent Law.

In the United States, there has been established a precedent

in which, in connection with traditional inventions othertha.n

those'c.on software, with respect to the question of whether a

prior'c6mmercializationbyan inventor could.bar acquisition of

a patent ,thereon, .. no.patent shalL be granted if the invention has

less than one year, prior to. the .date of. the patent application

(known.asthe Doctrine of Forfeiture).

(Note IF . How this precedent should relate to patents on software

is an interesting issue.

Also .ther.e is a court decision in: ,theU;$, ·that a junior

inventor may be granted as a patent in <the case where the prior

inventor made ,the.invention',a trade secret and .sold thE'l.',invented

prOduct under·l;ecrecy·agreement prior to the application by the

junior.inventorj(see Note 2). The detail of how this subject:is

dealt within. Japanwill,bedlscussedinChapterl4.

2.Classi!fication of SoftwarePatentas

:The.patents·relatingto software may be classified into two

Categories.

[category A]
Invention inwhichprogram.is.embodiedin a device. or . a

computer:.

This category includes. inventions characterized by. operating

methods f.or.· ";the :.various devices jwith "built.-in ..microcomputers

(.GPU). An example.would,betheinvention ofa.laundry machine

~herein the washing, drying .and draining operations ·are

controlled ~ithab!lilt-inmicrocomputer. Other. examples include

word·· processors and .: multi' function programmable electronic

calculator.

In systems which embody inventions under this category, the

microcomputer and the program are usually included as'a single

unit in the device by the manufacturer. Such inventions rely

upon soft~are, only to a small degree and may be 'dealt with'"in

almost the same manner as for conventional inventions for things
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and methods as far as requisites for grantfngpateiitClrlicenses

are concerned.

[Categ6±yBI
Inventions where thedevic:e thereof· is a computer ,'·but the

subst'ancethereof areproqramsLonly:

software The program which embodies' the invention is loaded

into the computer, which carries out the invention by executinq

theprogram The Patent Offices in 'both Japan and the U.S/ t.end

to' grant a patent 'if thEiinvention filedre'lates to softwareicind

its claims'are'drafted including several "means +functiOrf"
elements and a nominal ha.rdware eleht~I1t~trisuehpatentea

inventions, the substance of the invention is a program,

notwithstandii'l.g'tb.€l fanguage' of thSclaimwherethe inven:.t:l..on is

defined as a device. Genera:tpurpos€l':first come under the' scope

ofthei patented device oi'l.lyupon the loading-arid €lxecutingLof the

proqram. ItTs assumeid that such inventiOrisrelyheavily'lipOn

the software, and that 'each O£thea1:lovepoints L applYltiost
directly to inventions in this field.

3; IriffiJlgement o£Softwai'e" :Patents

(1) Effec:tsofPatent
The prinCiple . of the Paterit Law (exchisive right):is

applic:ableto softwarepa.tents, as well as tootherpaterits, and

an'effecttoexcltide actsofiri:fringementsbyothersiisgranted/'
Accordingly" the concrete discussion is made from thetwopoiints

of view that when the software patent in qtlestionrelateS' tCPan

inventionOfJ.athing" (the·' category' Awherei'thesOftware'an:dthe

hardware are connected to each other in an integratedCmanner)Lan:.d

when the invention is a one of a method (the category B where the
inventiClri cbrisistsesseritial1y· o££hei ... 56ftwareP~
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1) D~In~l:",in9lilD1ent

The acts of infringing software patents directly:

a. A case where the Software and the Hardware are Integrated to

Each Other: (refer to. categol:"YA)

In this case, reference. shouldbema4e to the.fact.that.the

hardware> i8,a :t~quiSiteeleilieIl.t·~fthe 'invention' when . the

infringement 'of the invention is considered. Namely,.. the

e~cl:usive right covers the operation of. the hardware by) which

sa,id'software is eXecuted, and thus a direct infringement problem

wi:l,L.,pe. caused by.thea,ct pfproduci,ng , using, a~signing,

lea,llipg"displaying fP:r;tlle pU:rP.ose.of a,ss,ignment .or J,ea,se ,.or
. . . . . .'. '._.. ,' -

i Illportill9 the. ha:rdwar.e whicl1; exes:utes . the. ;.software.

b. Th,e .. case whe:rethlil Invlillltion Consists .Esslillltiillly of the

Softwa:re: (refer to categ0l:"YB)

.0 ..';r.hl;liJ,C:;LgJ::u.si,ng.IlCli<:i .•sof 1:~a,J:".e ,~tll..C;Cln.st.i.1:1l:t.e..... Ci·,;;. pa,teIlt'm ..
illf:ringemen1:' Accordingly, the act .,of b:uyillg and. usillg, said

sO:ft~are -.ri,Ucause .adirect infringement.

2) Indirect InfringlilDlent

The Patent Law admits a :I:ight todeman4exc:;lusion of aCts by

a third party to infringe the patent indirectlyinad.diction to

direct infringement, (J:apanelie·PatentLa~SectionIOl)

Concretely, in the case. of an invention ..of a thing, an 'act

of. working things as vocation is. deemed to .infringe on the patent

w::tl.ich are .used only for the production of the patented tiling•. ln

turn, an act.of-.r0rking thing=; as vocation which are used for the

p:ractice.Qf;;t;he ,inventi.on of ametho4 will. be deemed to infringe

on .' .the '" Plit.ent.

a. A case whe:re .the"SClftware '.and the liardware ..are y,irtually
Inteqrated: (refer to category A)

The acts of producing, selling, etc., the software used as

vocation solely for the hardware will constitute an indirect

infringement. However, this type of infringement seems to be

rare, because such a unit, as an embodiment of the invention, is
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usually integrated' with the program by" the manufactilrers, and

there are few. cases where only software is sold. Accordingly,

problems actually occur only when the unit and the software are

produced by separate manufactures. Nevertheless, little

significance will be found in consideration· of indirect

infringement. This is. because. installing software in a unit which

b. A case where the Invention Consists Essentially oftha.

Software: (refer to category B)

Acts of producing, selling, etc., should constitute an

indi;ect. vipl.ationoft;he patent >except in cases where said

lOpftware may be applicable t;o anot.hez USEl ..•. ·

According to the statute, no indirElctinfringement problems

exist when the. spftware. maybe .used el.sewhere.

4. Requi~'tsforand. S,?0P!'!jof>Licenseby Virtue of Prior Use

(1) In this section, we will consider an inventor who has sold

.software products undez ac:onfidantiality agreement, without

applying.for a patent. Werevie"!"!hElt:ner he is subjected to
any risk: of beingsalesgessation·qrnClt "!hen. the third

party filed apat;ent applici'l.t;iCln for the Si3JllElj invention

after the prior inventor'S cOll\ll\ElrcializatioIlj.aIld owns the

patent.

In .:Japan, i'f a prior inventor commercializes his invention

undez confidence, without making publiclyk:nown or use, tha,t;

prior inyentor cannot; makevoi<ianypatent applicClt10n filed

bya latt;lf inventor. Ho~ever, thepripr Lnvent.oz .is

antitIed, .;~der a stiltll1;l:'ryliceIl,l:IEl byyirtuepf. pri,0ruse,
to carry onltis. undertaking continuouslyaftar t;he patent is

granted to the later inventor. The license byvirt\le of

prior use isprovidli!<i f'or in Section 790f Japanese PCltent

Law. In.the caseswl1ich involve theilicElIl,$eby yirtueof,

prior use, a prior inventor admits his. tIlfringemeIlt o,f .a

patent of a later inventor and seeks remEldy available under

the law. Th El, precedent cases are very few.
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(a) Conditions for License by·Virtue.ofPrior Use:

The conditions for license by virtue .of.prior use requires

the fact that at the time of application by the junior inventor

the. prior user actually had already' reducedhisowninvention.tQ

prac.tice or hadvbeen preparing for' the commercialization.of it

".ingood .faith; ''''here, "Ln...good. faith" ,concretely means, that, the
priori user .. completed' "hisowtFT'invetition'without"knowinq,·..the

contents of the invention of the application filed by the junior

inventor or learned the invention ,·frc)I[\a person. who did not know

the contents of the inventi.onof the application filed by the

jUhiorinventor.More concretely.
1) It is necessary that "at the time· of application'b'ythe

junior inventor" thepriorllseractllallyha.dreduc:ed

his oWn i.riventionto practice6r had been preparing for

the commercialization of it.: TheTU:enseb'yVirtue·of

prior use cannot be granted only for the fact that the

inventibnwas'carriedout:priortotheapplication,

.2)'ItisJ notriecessarily clear on. WhichstE!psthe prior
user is:rec:olilriized "tohaveli<been.prepaririqfor the
commercialj;'zation." ' Only planning or st.lldying· at a

desk can.nOt satisfy the requ.irements, and it is

requ.i:redto pJ::esent objective evidence supporting the

fact of the preparation.

(bl·ScopeoftheLic:enseb'yvirtue bf"Prior Use:
The license by V:lJ::tlle ofpriorusElmay beheld even .if the

practiced£ the invention or thepreparatiori therefor was

di.Scoritinlled afterthetifueoffU.i.rig]th.e appl:i8.ation con.c::erned,
solorigal'lthe relateClbusiness is riot abolished.. The scope of

theworkbYthepri.or user sh6uldbewithin t.hatof the portions
of the invention actuaUyund.er prcl.C:tice or prepara.tion and
w'ithin that oftJl.eobjeC:t of"thebu.sin'ess. The invention reduced

to praCt:iceatt:he time of applicati.2mis species of the patented

inventiori:, then the virtue ()f pri6r\i~EOl canhot atta.in heg-enus.

Further, the license by virtue of prior use carihot co~erworkinq

of any product or any act different from that at the time of said



ADDENDUM TO " SELECTED ASPECTS OF LICENSING SOFTWARE PATENTS"

PAGE 8

\ COMPUTER PROGRAM PATENTS

U,S,PATENT TITLt: DATE CLAIMS

4,853,962 ENCRYPTION SYSTEM· AUG, L 1989 10

4,864,492 SYSTEM AND METHOD FOR SEPT, 5, 1989 10-14
NETWORK CONFIGURATION

4,896,291 VALUATOR MENU FOR USE JAN 23, 1990 16-19
AS A!GRAPHIC USER
INTERFACE TOOL,

SYSTEM AND METHOD FOR JAN, 30, 1990 16



5J057
J935

5J031
J117

-- '-'ti I f\ AT
A LOCAL NODE AFTER
RE-OPENING A FILE AT

A'REMOTE NODE IN A
D~STRIBUTED NETWORKING
ENIviRONMENT

ME~HOD FOR CONFIRMATION
OF POCUMENT RECIPIENTS
IN A DATA PROCESSING
S~TEM

PRIORITIZATION SCHEME
FOR ~NHANCING THE
DISPL~Y OF RAY TRACED
IMAGES

OCT. 15J 1991 13-14

JULY 9J 1992 9-16



9

application, forexampl.e,prbdllcinq·the patentedprodllct by the

prior user whose only act at the t.Lme: of the application was

selling. R.elating to the "$copeof .inveIition"aTlowed to work

under the license byvirtue.ofprior use; an opinion was once

prevalent .limiting the scope to the ..particularlymode OJ; design

being ..• carried.. out .. at .the.time .of . the:application.· But some

change does not necessarily violate the boundaries of '.. the

technical.scope of the patentedinv!3ntioIJ;, oz. that the technical.

levela'tthe time ofthEl application shquldbeconsideredonthe

basis of themocie qrdesign; actually .work.Eldat that tiInEl. to judge

thatthe."scopeo.f th...e.. Lnventi.0.. n".inc.l~d!3~ .... te.chn.ical ideas. wh.Lch
.. .. .. ,...... .. .. .. .. .. .. ..

anypersoIJ; skilled. iIl.the art couldpositive;J,y gX'asp... (Nagoya

ciistrictco\lrt,F!3b.27, .1984; "Mutai-sh~ (Collecti..onqf j~ciicial

d!3c::isioIlsconc!3X'Iling intangibl!3 property), Vol, 16, No., 1, page

71, ".casEl of. f~rnaCEl'" the.S1lpr!3ll1.El.C0'llX't, OcL 3,.198.6,1 "Mi,n"sh1l
(p:~;tlElc:::ti..RIl<ofciec::i~;L9IlsC)f.E+:1Ti;tca:l>es).,"Vo;t ·~q,...I,)~5l'El);t0,6 8) .;

The t0X'El~oi..Ilg i..$asumma.:p".qf thelic::!3Ilse based pnV'i..rtue qf
priqr u!3e.in.,:rapan..Practically, it ahouLd be. poilltedout that
proyi..ng,thepri..qruse is Ilptan easy matter, aJ]-da sealing of

r0'ta:p",pllblic c may .be USEld as reliable legal prooftllElreoL

(2) JAcen!3El by Virtue .of Pri,9r Use Regarding SoftW¥'e gatElPts:

:I:Il,:rapan,there is npjudicialprecedent of the statutory;

;J,. ice.nse by .virtue.. of prior Use c;onverting softwaJ;e. patent yet.,.,.
~". ,', , _,: .:., ," ::. -'. :.', ".;, • '.: "',.' .'C ,,"', i,': ,_ ..'_.,' '''... ".:",".. .. '. _," - '.... ;.... .... '. -, ..

Besides ,no reliable theqry has .been '. establishe<:J,. In. the

foHowing, We will ciisC:\lss.'l;lt<;> typical..<::ate9'0ry B asa.ex~ple,

a software patents in which ..the claim!3clinventicm, relat!3s to an,

automatic .translatioIl··Syst~and.t~e· paiem:eci' i.nvElnti9n' is

sUbstant.ia..ll.y.'. r..e.d.uced to' pract.....a,.• ce. sOlel.y..... t.·.h.rough p.ro~rm... s_.
Further asSume that the co~til1cur:r~clby the ellterp~iser for

the devel6pm';mt ..of a program .. is abo~t several huncired miliiB~
yen. Table 1 shows possibilities of license byvi~tue of prior

J~e acc6iding to the acts of the candidate prior users within

their bu.siness at the time of the application. The possibilities

listed in Table 1 a.~e .1lIere conjecture, and strictly 13P~l!king'they

should be determined on the substance of the developmeJlt.tools
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for the developed software products, scale, e.tc.

Nodoub:tl~censeuse will :i:le grantEld based on prior use if

someone wel;e commerpiali..zinqthe·invention as. specifiedilltne

column of act 1 in Table 1. We cannot say, however , to what

extent proof,inus/tbe qivenin order to obtain. such licens.e.

The following may be inferred from the judicial precedent of.

a case where the desiqri'drawihqs .were prepared b'efore'an 40rder

was'9iventoprepare the Lnitialprodllction (Casson Bmm moving

picture cameras, Tokyo District Court, May 26, 1964; HanreiTimes

(Jl1dicialprecedent times), '1'01.162, paqe 164), and follows the

opinion that the completion of the design drawings of an

irlventionconstitute preparation for its commercialization in the
case where Lt may be ca.rried out wLth already existing equipment.

"Completion of the program" listed at act 3in Table·1 shows

the case of trader W who manufactures a translation-aimed

maBhine; hOWever, a special design would appear to be necessary

the hardware in orderto/executsthe completedproqram,and

thus, this''fIiill not bedeeined preparatlonfor co:niIneicialization

unless the" hardware is proved to have satisfied the coriditions

for being entitled to "preparation for commercia.lizat.ic0n."

Nevertheless, in the case of trader X who l1sesa genera.l,purpose. ~ ~.~

personal computer, this may be; deemed to be preparation for

conunercialization since he can use the"translatforlprogram

without any special facilities. Trader 'f, asoftwar~ house, is
" "..:.,,: :.•:: -, :: -v • :.:"-._, ,_ :."..: "',, ,_.. <.:0:-, _ .... : ..:1.. ~}_.. ~ ~"

deemed to have satisfied the coriditionsiffor being entitled t:o ~ ,
'""preparation for commercialization"onlywiththe "completion of

the program," as is user Z who mainta.ins a personal computet

which h~.~~es for, ~\1s'.inesll. ~ere,afthO\1qn a license by virtue
of prior use is granted, "preparation for commercialization" will

not necessarily be recognized with only the "completion of the
program spec.if.icat.ion" (act 5). Determinat.ion.is made as to

whether. "completion of the module specification " .(~ct 4 )
const.itutes "preparation for commerc.ialization," judg.ingby the

degree. to which development of the. program is completed.
"Preparation for commercialization" will be recognized upon

"c~mpletion of the request specificat~on" (act 6) if one of .the
latest spec.ificat.ion languages is used which eas.ily completes the
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program so long as the specification is determined.

The scop~o~>theliceI1~e b1" vist~e ofPI."i.0S<use,.is
restricted to such'unclertakinqasi.s carried on at the time the

patent application is filed and does not extend to sale, by

t:hici~:r<Zthen l1sixig any program product of such program products

SO iiliisEI.
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Table 1

Conditions for traders to be allowed their rights based on
prior use r~lating to software patents

0: Allowed. b.: Notsure. X:Notallowed.

«,c/ q, ~,~

',"" Formsof business
Business

Instances ofthe forms of Actsat the time of
Contents of business of business application*tradersdemandinlJ their

Traders
rights based on prior use:

*,: Inclusive of the cases
where the flrogram was
commercia Iy obtained or CD ® ~ @ @ ®
developed in the firm.

Sale of personal
Maker of program*' and computers (for ~eneral ,

W ~eneral purpose purpose) with t e 0 0 0 b. X X ,

ardware translation program
,

loaded therein " '" """" m

. Sale of automatic
Maker ofJlrogram*, and translation machine

X. (dedicated) with the 0 0 X X X Xdedicate hardware translation program
loaded therein

Maker of programs
Sale offloppy discs

y containing translation 0 0 0 c. X X(software house) programs (development
and sale of software) ! ,

,

Useof the translation
Userofprogram*' who program-loading ,

Z has his own hardware personal computer as 0 0 0 c: X X
vocation
(translation service)

;.;' (f5"Busiii'ess'iii'progress..·..·.. ··· .
® Preparation for business up to the equipment of
hardware
(3) Completion ofthe program
@ Completion ofthe module specification
® Completion ofthe program structure specification
® Completion of the request specification

W istype A. and X. Y. Zare type B
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5. Public Knowledge and Public Use of Sbftware;"I:nvent:ion

(1) Publi.c;Knowledge.andPublic Use as·, ·Sti.pulatsdi:n .. the

Japanese' Patent· Law:

The Japanese Patent Law provides Article;' 29/ para: 1 which
defines a public knowledqeT'and apublicusei:nJapa.n, .'. and a

;throuqha'tlubl:ici:ft:ioiC distriBut'i:btC'irl Jap~h;or

elsewhere. 35·USC ,sect:ionl02 (b) is similart:c:> said articlE"

Under Japanese Pat:ent Law, incases where the conditionof

working of·theinventionisdeclaredas"in use," ittnay:notbe

hastilyassumedt:hat the invent:ion falls under t:he category of

being "worked publicly~'" s imply because i t:isBeing' publiclyusad;

Only when t:he invent:ion is "in use"in . such a manner that the

idea, of,theinvent:ioIllllay be known;to .' the public, it will be

deemed thatthe;inventioriis "worll:edpublicly." Differelltfrolll

the foregoing cases, if the workifrgTis"ass±gliing,,"tlleIithe

invention is deemed to be "worked publicly" except under EipeciaL
circumstances. This is becausethEf 'ftsSi.'gIlee'i::ari 'freely
diisassE!lllble, .break down· and/oranalyze t:heproduct toitiridei'stand
t:he;'inventiOn.. In the case "ofassignmentS,t!l.e 'cissign.or are
hardly;judged·t:o·haveawill to tnake"his illvehtioll ;asecret;

When the product;is;leased,llsually t!l.e 'l:eased; product <is
prohibitedfroIII disassembly,breaKing dOWn,andinspect.l.oiCbfthe

interior of the pzoductivvao "leasi.rig·", meyuot; be' dealt with in

the same' manner as "assign.ing" ('see' Note; 1 )"

i(2)pPublic Knowledqeof VariolisPrbgrams :

.W:ith respect to softwareSourc:e ;prbgrams whi.'C:h'·aremade

publi.'cand those on sa/Ie; inthe.foDIIOfdbjec't programs whi.C1iare

freefromanY·contractualrestr:ictions;it .....dtild'be obvious that
the ideas of inventions of such programs areptibl::icly known :(see
Note .2);.

Vice versa, software whichiSuSeddnly ill each fim and

those licensed to a certain USer under strict:' confidential

'agr.eements··are not: ptibliclyknown~

ProBlems exiSt withmass-diStiibu'ted packagedsoftware~hose

source programs are not diSclosed and .....hich is so'Ld as object
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programs. . Such.:'.'packaged software is' usually soldun.der a

shrink-wrap agreement where a purchaser of packaged software is

informedthat·"by.openingthe· .shrink-wrapping on .. the .' package or

sending back the enclosed card, he or shEl:hasagreedtopossess

the. software under. :the terms of the license.

Thesel>hirk-wrap ·license.s ot'l;enprElyen'l; thEl purch.as.!ilr froIl\

rEWerse-engineering.InJapan no . close.investigation has been

made of how the: public knowledge problem s.tipulated in the Patent

:Law is: considered for such SOftware, nor does <any judicial

Precec:ient exi.st. However,recently .a: vie.w has been: stated· which

holds .: that :..... such .. software.!!l:1oulc:i .. be·: consLder-ed t.o. have -been

publicly known (see Note. 3 ).

Theeffectiveness oftheshrink-~apagreementis discussed

from various points in view:gfthe contents of agreement anc:i.the

p.r.ocess .lead.ing to theagreemElnt (see Ngte4).
.. .... .. .. ,','_,', ...... -0,' '•.... __

(3) Practical9>~te:r:meilsureS:•..

AnYfay,atpres;ent, i.tis.J;lotclearwhetllersoftwareundElr

obligati.on of 5hrink..wrap agreemElntsas mentioned aboYeisjudged

to hayebeell :p\lblicly ltngwno:r: non ; Under thesEl circUIl\stances i

there.·are two pOl;sipiliti!ils::forJl l>0ftware developer concerning

tllenoyeltyis;sue gf.:l:1i.1; :packaged software. If.his packaged

sof'l;wareis :foundto:be pubJ..i.cJ.y known; he can invalidate the

third party' s subseq~entsottwarepa.tElnt on t.he sameinV'ent.iolu

If his packaged software is found to be confidential, he

takes the risk that he. might be allowed:onlytherestrictec:l.

J.icE!Ds;ebased: on h,ts .. prior use.::under:the t.hird part.y{ s subsequent

sgftwar!il piltent.. As {ar as. pilt.ent .law in Japan is. concerned,the

lilttel:'r;;,3.S;e Ls.. mp:re.dangerollsfor an ordinary software developer

t.l1an ·the·formerc.ase..:

Under the present judicial circumstances:~smentioned above,:.

in order for the software developers to.elim£riate,s1J,ch.risk, it
H'" " " ' .. .. ,", ',-', '_., ".

would be advisab:l.eto fil El apat!ilnt'application prior to i tssale

or to make the software known publiCly: •.by any means for such

softwa.re which is believed to have an inventive step capable of

being entitled to a patent f0J:":whj,ch it is anticipatec:l.thata
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as.categories

"Software .... and Patents, "•. pp' .• ' 85-"9.3>and pp.

Diamond Co. , Ltd.

Masao TOYOTA,

136-140,J:992,

Features of Software.Patent License

We suggested that following two

3.

third party intends to have·a·patent.

2 . With respect to technically protected computer software, the

users ..couJ:d hot. reproduce theneso thatother"prqbJ:ents woidd

occur. However, in this articJ:e, such softwares are deemed

capabJ:e of being disassembled, and thus' thesituatioIl

thereof isthe.sameasmentiohed abOve.

Rates:

L Kosaku YOSHIFUJI, "Patent Law Outline," (The revised 8th

editioIl), p , 77, Yuhikakti .

The •Japanese Copyright.·. Law. provides iforregistration of

copyright of computer prqgrams. However, even registered

programsaregenera1:ly deemednb.t to have been pUblicly kn0wn.f.or

thereaSOIl that.theinspection of their· source program attached

to the application for' registration ..is not permittedc.save.for

that reqUired in the .course .of judicial procedures •..• Ac;c.ordingly,

thecregisteredprogramsare .as .risky:as ••·.thoseunder .obligation" of

sh:tink-wrap"agreementsasmentioned above, 5.0··,itcseemsthat the

developer of a registered program. which .·involvesan>inventive

step should file a patent application for the program before its

registration .under <the Copyright. Law.'

(4)! Reqistration of COIIIpliter Programs Under the Japanese

Copyright Law:

The same situation may occur in the area of thegomputer

programs. which ... are ..' registered under. the ·.Copyright Law and are

,4. Zentaro>KITAGAWA," "Software. Use and c6ntracts>- CritiCisms

enShrink.."wrap.iAgreements".iniNBL, No.> 435 ,pp.... 6-13.

6.
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"Classification of software.·patents":,

SUb,.,category .•.• ( IV) :

Sub-,category (I): Registrant (licensor) .and a software house

(license) .

Sub-,category (II)~ Registrant. and an .end user.

SUb-category (:111).: Registrant and.amaker. of g'eneralpurpose

computer.

Registrant and a computer selling agent who

adds software.•to .the.computer.

Compared to t.he old-fashioned patents, software patentfl are

characterized by the presence o f.. a software 'nouse' acting as a

contractor independent of the computer maker who manufactured the

hardware·. .In addition , .the··situatiOn' o f sub.;.c:ategory (III) in
which ·the generalpurpose.computer.makerwho manufactures the

device' functions as the contractor is usually thought to be

unnatural; this jUdgment may be<sbinewhaticbrrela.ted with the

a.rguments:.concerning indirect infringement. On the other hand,

( 1) Classification of License: According' to"Part'iesthereto:' iIC..

Licenses for software patents were analyzed based on the

contractors and may be clarified as follows:

Categqry A:.' Invention. in which devices ,.··.·colllputer .. and..program

are integratedly combined;

category B:' Inv.entionsin.which the:.unit .:is. a.general use

computer..and,thepat.ented. invention is·.reducecito

practice' substantially .solely··through·'·programl:F'.'

Of these two, .categories, the number' of.. registered software

inventions falling . under category B hava been. inc.rea~ing

recently~ Iand" thus'"they. are. believed' to bee.appropriate for a.
study of .:..prqblemsc.peculiar .•. to software .. patents. Therefore,

discussioninthifl .section will be pursued ". in,·respect.of.patent

lic!'lnse'agreementsunder catego,ryB. .,.While .many software of

catego:ry;Bi 'packages. are .. 1ike1.Y .toincJJUde.copyright •licenses in

addition to .•patent.license.· 'Our discussion in.thefollowing· will

be'. focused •..on the patent license;""
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the situation.' ofsub-'cateqories (I y and (II), in Which the
softwarehousea.nd'the en.d user functions' as the cOIl.trac:tor;is

, , thought. to be more natural. "'Further; . when the sales 'agent ,fora
computer. maker. sells the computer with the.softwareadded as an

extra. ,value, the, situationofsub..;category(IV), in which such a

sales agent functions as the contractor. is well with in the realm

posSibility.

(2) The Baslsfor Calculation of Royalty Fees and the Scope of

'LiceJlsed products
It is impossible to qiVegeneral advicereqardirig what

aspects of the product arecon.sideredasthe basis for the
calculation. of> royalty feeS. Irithe case oFpateritsbelonging to
sub-"category (I), itseemshatural to 'calculate theroyalty'fee

on ; the basis of' ;theprid~ of the recording medium and<the

software recorded on it'. On the other hand, . in 'cases where the

contractor' belongs to sub-'cateqory(IV),it is reasonable to

calculate the 'royalty 'fee based on the·priceof··.'the whole'System

including the'computer, whereas in cases where the contractor

belongStoSub-'category (II) pit'lS dmceiva.bletha.t theroya.lty
fee might be <6alcUlated based on thep:dce'of the whole SysteliW
However ;.th'is' contract's,contractor is entire1ydiffereIit·' from

othersiand,thus, further analysiS will be IieC:essary.<iIi this

regard',
The. next issue is determination of royalty rate;' ,As far as

theold-fashio~ed.patentsinJapanareconcerned, so-called the

industrial standards were widely applied, but a major aspect of

software patents is that the industrial standards are not

established yet. To date, software has beenbollgh't'and.'s61d

under copyright lic:ense,but tariffs thereof haveprbbably been

of little use, as copyrights and patent rights are completely
different. With the licensed contract, however, it may be
significant to refer· to the total royaltY'fees :forthe'contrll'ct
for. using the' source programithe right "to modify the work and
sub-licensing rights under the protectio~'by the Copyright Law,

whereas in case.where the contractor belomjs to sllb-category «IJ
and (IV) and industrial standards are tried to be established.
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(4 )Hi..scell~eous

It. would .. also be possible to. classify software patent

licenses according ito licen$ed procluqts.

As mentioned above . in. the .. sec:tiqn ."1. SPecific aspectsqf

software Patents and. licenses," a.'I7ast aI)lount qfm()ney.mustbe

spentfqr+Cqmpletionof thedevelopmEln.t ofsof:tware, whereas

little expendfturesare required for: selling the. products. This

becomes an importa.nt fact for. consideration •. when the·. running

royalty fe.e. is. determined..

The whole systemqonsisting of software and

generalu$ecomp"Uter$ in which .•the.. software

Lst ;built-in~

The software themselves are written in

recording m.edia.

Sub-categoI;y (ll):

Sllb.,.categoI;y(a):

(3) Tezms of Contracts

SPElcial a.ttention must be paid to the fact that software

products as the object of software pat.ent.a a.rElcharacterized by

being easily reproduced by end users, in.con:trast t() products

:z:elating to.theold-fiiShionedpatents.

For example, when the contractor fal.lsundl;jrSllb..,.catl;jgoI;y

(II), clauses. should be inserted into the license con:tract..which

place limi:ta:tions on :the sY$tem andl.qca:tion in which. it Ls .used

and on the number of cppies permitted, as these may be

indilSPl;jnsable to the pzopez. protection of the rights. ofthEi

li.censer. Further, .when the contractor falls. under. sub-.

catl;jgorielS (ll oJ; (IV) ,whendi5tributingtheprod~ctto the .end

uSer, .he •wpuldseem to be •obliged to signa. cqntract.wi:th the end

user stipulating conditions of use in additiontothe.conditions

mentionedabcve. Sllchpractice.of .•. providing .t.!'!rllIS andconditions

ofiuse.bYl;jnd-users .inlicens.eagreementevis popular .in program

copyright licenses. Nevertheless, it is a problem which shows up

for.the .firsttime in. the software patent, as far. as ··the patents

are concerned, and is considered to be a.distinguished feature

from.the traditional patent practice.
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Sub-category <1':1 hrEl:P:t'ElSelitsorie which hasi·not been seen in

the past patents. Wewill.have;to.. study.vwhethe:i: such category

should be allowed to exist'or·not. In·the meantime, we discuss

here the sub-category (b) does exits. When the contractor falls

under sub-categories (I), it is naturally assumed that the

li~~Pc~~it~~l~~wge;.5~~~g~7Y(b);...•..~9~ev]f~yw~en the con~ractor
fall~·un.der~~h"'cat'ego:i.i:eS···'(IIl····al1d(tvli.tt:iS.conceivabl~thatLy ....

the license could fall under sub-category (a) .
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important, basicdlstinctionwhich we will return to shortly;

'SBLECTEDASPECTS 01

. LICENSING SOFTWAAEPATBNTS

This is an

I must aemitthat I was:. somewhat 'bemused 'by ,this

I .. said . software .·'products , not· software patents.

Paul:D. ·•.··•. Carmichael
Senior Corporate Counsel, Intellectual Property Law

ISM Corporation, Purchase.,' New York.

'Severali: months .: ago. I was .".kedto'prepare. a.pre.entation .on

selected • aspects of . 'licensing.software.patentsfoi:::thlsPIPA

Congress.

request, as.'Ii'm .to any···reference: tosoftwarepatenta,i :hardware

patents'ymlcrd'codepatents,data.:base patents,inter:face :patents,

front: of.creen·pa.tent.s; .or<any other similar :c·la.saiflcatfon,of

patents .inthe:computer. arts. Patentsprotec,t inventive conc'epts

as··'opposed .• to hardware ··or,software'.: "I ·suppeseth. t'erm""software'

patent~~, .1s meant to ,refer: to a patent where: ;the 'disclosed

embodiment is some form of 'a computer program.LBut' such

terminology and classification misseathemarkalidcanvery·well

lead to '"fuzzy,. thinking...and erroneoullresulta when . considering

licensing issues<related to l1cenainqcesoftwareproducts. Notet.hat

Let me illustrate the point. IBM has a patent covering a

well-known technique for encryptinq.and decryptinl1 data-which is in

\lse i.n theUnitedStates.and other countries thrcl'uqhoutthe world;

1orex8JllP1e, when you are lihortof cash andwltbdi'aw' money froitL'an

automat1.c<teller machine ,this.particUlar invention"protectll the

transmission of the information between the host computer and the



.0

2

automatic teller machine. The d:isclosed embodiment in the issued

patent is a computer systlilll\inc:ludilig logic blocks and flow charts.

This patent would probably be. classified. as a "hardware patent"

based on the disc::lOsed,embodiment~ However, the invention can be,

.8,ncl. ill in,fIl91:.,;mp],!l1I!n,1:e:c1 \ls~m~llnY ...n\llllbllr .0.£ techn0l09ies. Some

licensees implement. th.' invention,in proqram,. £Omifor, use.. on,larqe

scale qen.eraldataprocessingsystems. ,The.liC:ensee sells asat·o£,

diskettes .on.whichthe·program is recorded to the owners of general

pur.pose{(computers...This..isa pure softwaJ;'e , implementation of the

invention. Other licensees construct a hardwar.eproductmadeup,of

hardwi;redelements£oruse in special applicatiop.s . '.. Lately these

hardware produc,tsare)evolyingitoa single semicc:mductor chip. which

perfomis·theentiraencryption/decryption function; , This is: ll';purB' .

har.dware,implementationof(t:tl.e invention.. A third set o1Llic::ensees

embody;the inv.ention in products .using oS mixture of ',hardware

elements,andisoftware, in the form o£ microcode. This is not an:

illolatedexample; and:.underlinesthat(anumberof technoloqiesare

ilvaila,ble to.adesiqner.inthe.computer arts'toJimplemen1: inventive

concepts.. The technology selected will depend on the market

opportunity, costs, volumes, and other market and teChnical

factors.

TJ:I,E1(;!:lali!ic point·I,am trying .to make is( thatitisnotithe .type

oJ;" olali!sifiQllti,on,of :'ll(patent .that counts, what counts is th_

producttpa1:i el\lploYllitheinvention.and the manner in which that

p..roduotisimplemented and moves in commerce. Such elements must
.'.. _;.,/ ',.- 'n -",': _', _,' .,;" ..•.. ",' ', .... ',' "' .. _.' ',_ ..
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be ·consider.ed::inconstructing.:/Ji liC::l:lnlil,ing: program where the

invention .. illmplement~ci.,in aSQft,war,e .prQd.lolct.

Claims of patents in thec::olI\puter: ar.ts ar:l:l,n()I1l\ally C/Jililt: in

usually,in:f1riMilIdbytl1ec:0mbinlltiQn()rcombineciusillofac()ItlPlolt:lIl!r

prQgram and a ·comput~r liIystem. 'I'he •• direc:t, infrinqer is<the.p~rson

whQ combines the hardwueandthe :.S.Qft,ware, tQ prQvidethe

infrlnqing<Qombinationor . uses;;the .•,inf,rlng,i,I1g'C::Qmbinat,i,on; '}rhe

direct infringer may.be a different person or persQna'<l.'lepe,nciinC1on

how the hardware anc! sOftware aremarketeci, combinec1,>and.used.

'I'his isvery.important:tounc1er8t:1Jind..wh.nconllic1ering.UcensiI19';of

patents inthecolIIPlolt",r artli!..', Ll:lt's'consider:ra few, e~lJiIIIplestQ

illustrate this point. In each of these eXampl!ilIl;WElWil1,ilssume

that it is the combination of the hardware and the software that

calolse tl1e di:rillc:t infr:ingem'lnt.

1.. You go to you; neigh.1lQrb.0od cOlIIPuter.store anc1.buy a. new

Pl!lr:llonalc:omput.r, .an !!lItIsystem,!wouldhope·,?anc1 it has microcode

writtenimd ,inliltall!ild by the odginal. machine.manufacturer which

cont~.i,'t'! :f1lJnc:t.ions that infringe a patent. Obviously the original

rnachinemanlolfacturer is a direct infringer, ,as h!ilmade the

combination, and 80 is anyone else inthl:l;.c:hainof distribution.

You also are a direct infringer as a.user of themlichin!il~ Thisis

relativelystraightfo:l:W,ard and is the situation ,that:exists in any

ar.t wheJ:'e a lI\anufacturer makes .aninfringingproduct.
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3. There are many other variilt1c:>nlil·£rc:>m these b tw6> Dasic::

examples. The computer manufacturer sells his non-infringing

general purpose machiI1e to a: distribl1tor, anditisthlfdistr1butor

who makes the illfringi.nqiieOllibinatlc:>nbailledon adc:>pyriqht)liC::ensB

tc:> copy andreprodUce'softwared.eveloped by a soft:warepUbllsbeiJ

The. sof..tware pUbliaher isa contributitlginf:tingElr in this in.tanee

anc1 ma.y:,a1:so ·be anbinducer. 'However, theactua1:>mak111Q'br

manufa.cture'of .the copies of .. the softwa.re is accolt\pl1sbed by tnt!>

diist:r1butor.Clearly thedistributox>'iin coml:iiI1iihg' and> making the

infrinqing:system .in this >instance" ill II. direct fnfrinqeri 'Another

variation is where the proqram OOllltUI already loaded on ll. haid'df!ic
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drive which the distributor had oDtaihed from hls di!sc drive

supplier, who in turn had been licensed under copyrights to

reproduce .the software by the· software publisher. The recent

advent of computer telemarketing firms and large computer

superstores represent additional· variations, ,. since they are

basically asseiilbling 'personal computers from standardized part.

and, where appropriate, loading software to provide performance and

function as specified by the customer.

As you can see froni this discussion, there are many variations

as to who may be involved in cre.tinq the infrinqing combination;

Why is this' important? . For a number of very important reasons, all

revolving around maximizing' revenu.'and!or freedom of acHcirifrom

licensing' activities;

"Mostplltent' Ucenslrig schemes are ba.edon a'perceritaq~of the

manufacturirigcastor sal.. price 'dfwhat is sold, Let··s: assUJnl!lll.'

personalcomputerw:Lth'" given '·lIdf·tware program ha~ anaverll.q~

sdes.price af$!, 500 ,while the software lJrciqram itilelfwhen soid

through a normal retail channel ••llllfor $lSO~1l.ta:royaltYrll.te

of 3\ of sales price, the machine manufacturer who combines the

software and. the hardware may·wellbewilling arld!lJ:)le to pay the

$.45 royalty >per'macihine; . 'the'software publisher may" also be

will1nq.topaY3\ of his sales p:i:'iceor$4;SO,butiitisunlikl!liy

that he>would,be willing to )pay$45,which reprelleritll an effective

royalty rateof·30'~···Whlleprofit lIIarqihs are ·hi.gh f1:Flhe"'so:ftwll.re
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publishing business, his only option at the higher royalty amount

is to go out of bua1nelits.. And he also may be facing the prospect

of requirinq licenses from more than one source. This suqgests

different royalty rate. for different folks. However, this may

J,~jld tQ~.."mosJ•.;..~~vo;:~~:J!A~.e.~.see .c!wj!'!t!()ml a.nd.. £arL drivl!.. vario~s.

marketing schemes to minimize royalty. payments, such as separately

pricing and distributinq the software· rather than preloading it

into the .ystem.

If you decide to license the softwarEl. pub1.ishll!r as a

cont:ri1:l~torY inf%'inqer, then the software publisher Will Ukely

want an 1,rnmunityqrot:hera.8urancll.that a persqn,whetherit i8 ill

machin.t'll\an.llfact:lJ.rt'I', diatrib\1tor,>or end user . who·:mak.s"t:he

combination, will be free of infrinllement and.willnq.t;becharqed

an additional royalty because of the combination of the hardware

and software. th,at is made. In such a situation the royalty

;ecove~.would lik..ly be bas.ed.onrelat1v:ely small product revenue

f·rom . the software product i t,.elf , .. rathert:hanthemuchlarger

product revenue a,.sociated with the combination of the software

product and the b:ardware product.

If you decide to license dirElct infringers who make· an

infringing combination, Y0!1may be able to. collect ona m1.lchlarqer

royalty-bue. as W.e .. have ..• discusl!lec1' This is practical where .the·

combining is pel"formed by the or1ginIlLeq1,lipment manufacturer or

someone in the dil!ltributiqn chain. It is/notpncticalfor at
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least that portionofCtheccombinll.tionsthataremadebyenliusers.

The reason it is impractical: is that there are thousanlis,ifnot

millions, of enli users making such combinations. Many of these end

cusersmaycca:lsoccbecyour ultimate •customers, and even,if.c it were.

al:'eluctancetoapproach;hem from.a.
u

licensing standpoint.

'l'hepoinbof.the< above <discuBsion is that if you. decide to

lieense onlyeombiners of thehardware·and software .. who.are direct

.infdnqers.because .of the1rlargeCproduct revenue·· base, .. then you

will miss l1censingrevenue opportunities from that portion of the

software,that<is'combined< by.··ult1lnateusers. . If,,··onithe :other

ninli ,you I1cense the software cOlllpanie's, theproduct<base'Jis: mueh

smalle;. The challenge is to. design a l1censingprogrlilil"whieh

rational1zesthevarious channels of distribution. Th12l;' becomes

even more challenginq when issues such as freedom of action ana who

makes the inventions you miqht need access to are superimposed on

these factors.

As. an additional eonsideration., bear' in mind if you license or

immunize any direct infringerin·thedistribution •chain; you· will

likely have released or ~mmunized the software pUblisher or any

other eontributoryinfringer. Under United States law,forthe:re

to be a contributory .. 'infrinqel\lent, ther.!must ·'be a direct

infringer. If thedirectinftinget isl.icenlledorreleasea, tn.1i
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theteilBnocontributory,infrinqement~;and there: can be no'further

reeovery,aqa1.nat; the', software. publisher.

AS I'have"indicated,.most,ofthepatent clai.msbeinqqranted

... 1.ntM ..... c9J:1ip:lJ.t:."1:'a1:'~!S.arl:)i.I!'tl1elll"ilI!s ..J;ll\llilf\lr1c~~oll ... ilnd"method

claim formats. However, the United States Patentcand r,rrlldemark

office (USPTO) has qranted a few patents with claims which cover

proqramsi4S'an "artiele of manufacture. 'Such"claimscover magnetic

medilli havinqa iproqramrecordedithereon See", 'fortexample; U. S ~

Pa,!:entc'Nos.' 5';060',694, 5,058,780,5 J05S ,3'44, and 5,022 ,678 ••... More

recently,Lhow.ver, such claims,areil:!einq .. rejected', by. the.USPTOas

l:!einq (\cUrected toward unstatutory·.' subject/matter. under (the

JlJ,diC::ialilYicc:teatedcc:ptinted,matter. exceptlonxto3S/.USC 101'. m!"'IBM

doesnot,·:t;lel'i.eve this' analogy.isappl1cable,a.ndWe have a pendinq

application under iappealin the USPTO, which we arep:repared.to take

as. far.·. aanscesaary,to ":resolv.ethe,matter.

The USPTO has misapplied the printed matterexception'i.to

patentability under 35 USC 101 since: (1) the claimed invention is

a '. machinecpmponent and. not "merely" printed matter,; (2) as a

mllchinilit.cpmponent,i1;.he,primary<purposeiofthe claimedinvent.1on;18

IlQt to cQnvey,.inte1l1.genceto a human,. but rather to control'·the

9Pl:)ratiQn ofa lI\aQhine;,( 3) .no specUiccoPyrightablellexpresSl0n"

9f .. 't,:t1i1it cla.1,rnedi1.nven't,:1on ·.·is . QeinQ' •.cla1med ;):and:.:(4.) .to the extent

't,:t1.ilt Appl.1,c::a~ts~.c::la1.milit4'1nventiQ~is c::ons1dered. to include printed

matter, there is a new functional interrelationship between the
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elaimedcomputer readable proqram.codemeansandthe results

achieved> by ;.thatcOde means.,in a ,device >.uliIinq tl1e claimed.

invention~

The.. ',. issue unl1er, apPlilal In. th1li1 .Pll:r:tic:ulll:r: .. iLPPl.1,C:lltlon . .is" .. ,

limited tothefotJliofthe claim, since a companion case 1.nvolvinq

conventicl!lalmlilansplUs fUnctio1'l·'and method elli.imshalJ,alreadYbeen

iS$ued~ If·this'tYl:ll!lof claim become. 'available ; ,th~n the software

publiaher '. becomes.adirect infringer ,of such a claim,. and this will

provide. tadditional,,· flexibill ty/ in desioninq "software '.,' prodUot

licensinqp:rbqrllllis.

'Thereaieseveral'o'thef'factorll which YOl.l.neecFto'nott"e when

consilde:rinq' a, '.lic.nsing.proqraill' for, 'software products ; ;Patent

infringementi>i:n some •. casea' will be: easy to detect>and 'in/other

casel!lallllost> unlieteCtllble.i i,Letme diseuElsttwo:examplesthat

represent;,thei ':extremes/relative to .detectal:lilityr, A patent

covering. a ',f\:U1ction that is ,performed on thesbreen llli'aprograinis

executed 'is very.easy·to detect; Allyol.1haveto dais look at the

screen as the, proqranf:is beinqtun~ Exa:mpl•• are patentscoveriiiq

paragraph indent andsimila:rifunctiion..iri ed:1.tors or word

processinq proqrams and patentllcover1nq sCreEiri' 'or ' cursor

manaqement that. arepiltrtof a graphiCal user interface Crithe

otherhandiairouti1'l.e'for:aslI±q1'l.±nqreqistersburiedin>i::he depths

of a compiler would be extremely difficult to detect, particularly

since source code is not readily available and access to the inner
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workinq of such.programs is normally rest.rict.ed byconfidential1t.y

clauses. on balanceilwould suqqest that. infringemell.t detection

is probably easier for software product.s, since less analysis/is

normally required than that required for prod~ct. in other art.s.

,fulotherfactor,toconsider is .that softwa:r;lII.vendors, dillfined

here as. those ': companies .: whosep%,oduct or products are, limited to

soft.ware products.s opposed to both software .. and ... hardware

producta,t.end to be rather•smal]. .• companies, .•~and there. are, many. of

them. Po:t:example,ln199l in.theUnitedjStates,th.larqestSO
.fV': »,

software vendors had revenues of about $13.8 bl1l-ion.dollars. ':he.. ~~

, ,

larg.at company had sales of $1.8 billion dollars, and half of them

;ross income .of 1...than$125Cemlllionidollus. '':hese'

Qompanies are also. not .veryactivef%,om. a patent standpoint.

A!Jsignment. searQhesof companies/making ,up.a. similar. but not

identic.l list of· software vendors/aboutayear.a:gorevealed fewer

than 150 issuedpatent.sintheUnited .States. .Discussions with
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I:!have/attempted to outline some factors to be considered in

de'•.1.griirig~l;!.~~nSinq program for software products. Thank you for

your attention, and I will be qlad to answer any questions that you

may have.
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STANDARDIZATION AND INTELLECTUAL PROPERTIES

ABSTRACT

Standards developing organizations have, or are in the process of, adopting

polices concerning the impact of intellectual property rights on standards. Although

such policies differ between organizations, a general consensus tends to prevail that

a standard should not be selected unless intellectual property rights (that would

impact implementation of standards) are available for licensing ina non-discriminatory

manner and on a reasonable royalty basis. For the policy to be effective,the

organization has the ongoing duty to bring the policy to the attention of its members

and to others involved in the selection of standards. To help implement this policy

members should disclose, as early as possible, any intellectual property rights they

know of that may require licensing. However, reasonable royalty rates and cross

licensing issues should be left to the usual inter party negotiation process. The

licensor should be able to enforce its intellectual property rights by all means provided

by law, including requesting injunctions should negotiations fail. On the other hand,

if the only issue is the reasonableness of the royalty rate (excluding issues such as

validity, enforceability, etc.,) then alternate dispute resolution processes, such as

arbitration, would be appropriate.

(I)
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ltlswellknown that highvCllUine productiOn, and its'assOciatedredlJCfiOnin

cOsts, canibeaChievedthroughadOptionof industry standards for prOductsWhich

n .."vitlA', Jltiffi>itA hAnAfit" to the
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consumer.

INTRODUCTION'

Thisrleed forindOstrial standardization has> resOlted'irl the creatiOn Clfailarge

number'ot.standardtzatlon type'orgahizatiohs,each involved-in devElloping stahdards

fonts bUsinesll ;sectOr; Mostof these Organlzanonsevofvetrom' thep'rivate',bOsiness

sector;butthereare aIsoiinahy governmentstandardi:zatiOhdevelClpihgiageneill's.'Sueh

stahdl:lrdi developihgo'rgahizatiohS cr agehcies'are priinaril\rnatioriailybased,'but ate

associated with interhatiorially}based organizations to atteinpt itClachieve >glClbal

standardization. ' Because ofthElIMgehuinberOfstahdarddevelClpihg organizations

in the United States,the ArneriCahiNatiOnal'Standards'lnstitute (ANSI) has I:)een

created as' ai federatidhtbserve as a focalpClifit for other United 'States organizatiohs

fOraChieving ihte rhationalStandardizatiCln.' The ANSI andvariClOs btherihte rnatiohal

orgahi:zatiotlsprOvide the leadership, ibniaglobal basis; to identify heeds, to avoid

dupiicatiOnClf '«:morts, ahdtoiaid ihestablistling'vClIOhfarilyglobal cOnsensus based

standards}
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One of the issues that these national and international stanclard cle"el(lpinQ

organization continually face is the impact upon standardization of technology covered

by intellectual,;property.. rights. .Goyernr;nentllgencie,s "fCice. the sar;ne,issue when

se1ectingmandatqry §taQl:tllrds, A§a resutt.-manv of these)nqUstrYorglll1izatiqns

applicable to products using the adopted standards. As expected, a n.umber>of

different intellectual property rights policies have been developed, varying in scope,

but 10Jtlll1ately lIIIittl,a singleql'erll!lJhemettlat, tel1d§ tqpJ!'lyail.Ttl!'l qverCiIi theme

i§toselec:t,stal1dards wtlich lIIIill beiavailabletqall,ancl. i1 requirecl,thrOllghliCel1Sil1g

intell!'lctual prqperty rights on areasonai:)le royalty andnen-discrimlnattng.basts. ,ANSI

it will.; not apprpve·.astanclard ,or,.lIIIill;withdraw.a§tandard,

vvhich .reqllirestheiuseo,f;a.patented·,' product orproCeSS.Mnless·,the,patentholqer

agrees to IicenseAhe patent ina>non,discrir;ninatory manner, 'eitherwi.thout

compensa,tiqn .qr, reasqnaple ,c()mpensation}A~Slalso urges the ,early·;member

disclosure 0til1tellectua) property rights ttlatmightapplyto the stCil1clard ••~ T() a large

extent, Plltents;hayebeen the focus; ofmostofthepastattention,B.ut now.wlth-the

abilityt() copyright sottllllare..it isexpecteq the copyrights will. play an everinc:reasil1g

role .. The p()licyi§ sir;nple en()\jgh, butpifficllities lIrisewhen. atter;nptil1gtoreactlll

consen§us betlllleen organization§ as.te the e)(tent to-which.such organizations§houlq

police such policy, and also as to the extent of its role in deterlniningthe

reasonableness of royalty rates.

3



However, a question arises as to what extent, if any, should a standard

4

9/3/92

As one can see/tl1erearetwo competftligpHifosdphi~s.On oneharid, we have

intellectual property rights, the; purpose of which ista provide exclusive rights to

in~entorsand authors to encourage creativity and innovation. On'the other h~rid; we

have the need for standardization foicompetiti~n purpllses.· There is a need to

have~'the ability to select the best standards, while assuring the availability of

nondiscriminatory intellectual property rights licenses to the entireiridustrie"s operating

under such standards.

The most practical situation (but not without problems as vViII be discussed

later), is to require (as ANSI urges) that the members of the organization agree to

disclose their applicable intellectual property rights at the time the standard is being

considered; and to agree to license the same on a reasonable andnoncdiscriminating

basis. The same would apply :to non-members if they' are involved in the

rel:orrimendation of a standard. For such an intellectual property rights policy to be

effective, such organizations need not oniy thetooperation of its members, but also

non~members. A factor to remember is that these private sector standard setting

organizations do not have thepower to require that intellectual property rights be

licensed; but must rely on the cooperative effort of its 'membership.



standard) have tl:li!9utvptipdj!Pi!nd.e(1tly si!arching existinginti!lIec:tual propi!rtY rigl:tts

the technically best standarp. An extensive complicated and time con$uming
.-.... _,".' ".,', .' .. ",' -,- .. ,,. .. ',. ".'

developingprganizations.(as distilJgui$.l:ted the manufacturers.thatoperate under the
.' .. ',.' "0 .. " ", ...... _...•. "", _', ',", '-"0':'-""" ,U ... .. .' ',_, .. "'_ .'.. .... _', ,.... ... .. .... "" " ... 0 "

5.

to identify that which applies to the standard and to make legal judgment as to the
,';: "c' 'o} ~ .':.', c. _0 ;. .' ',':': :: .:. ":,.':' ';"'"::;: ;': - ,'. " ......•: .. :0. _', :0:.,', ,:,:,_ ',:- '•./.;" .. "0"" ',:.,'0 v .s :', ,/ -; ,: ":'..: ':: _,) ',.,.: :_0' ',_ ,.,:." ",..." ..-. "".:', ',:.....:.... '-0 .. _0' ; ::.\ :_":'" .,<,',-, .. ..-. ::..... :_0

It should be understood that many of these standard developing organizations
.. ':.:'. ,."." "c, .. · ',' '.. '.. '.; "" ;"", ., ; "', ',, .;:., -, ,,;.: '.', ,,".' ""'.'" __"",",',', ',". ". ' ,'.,' ,,':', "'. '. " ' .,.:::"". ";. . .

need. fpr licensil"\g. Wean~npwthls.isa. fOrrnidaI>IEl ..tas~ -.. Weal.so know. that. a

•
intellectual property rights needs to be licensed would be counter productive to the

9/3/92

is seldo.m reached. It a major project in itself of the organization to attempt to select
" '," .. -",,' ,.j;,; ," ,.', .. ".... ".", -,',', :'" : ;,' - '. .. ,"'" ',--, ',.."" ',':', '. - .'. "-.

who have few patents, and also diverse members, such as•.manufacturers•. users.

independent undertaking by the organization of making judgl:lrnents. as to. what
.... " ','," -':'-":"'-', : 1_, ',_ ',: ','-" " ...

timenel:lpl:ldto I>eappjii!d .tPYVl:l~9,. aC~,omRlishil"\gthe<main .0bjEl~tiv.ell of the

are composed of a large number .of diverse members, El.ach hailing separate and,

different needs. and therefore •. different philos,ophies concerning intellectual property

rights .. For example organizations include members ~hat have many patents and those
_. ,'" .. ' ' ''' .,'.'.' ",' . '., ." ". '," , ',,' " .-" " ",,"'- .. ,.:, .. "' .. ' " ".".--'-'," "n' C.i ,., C,' "'" " ".;' _'. ""., '.' '.. '.'. ,'" " ","" ",'- , '. '." '", . ' .. "'. . '."".' , ; :'.

operators and service organizations, each of whichhave their own but different needs.
" .-", ,... .' j '", .-';.' ',--.-', ...... , .,' "". ".' ,'" .:.'. ; ,; "':"-<.:~'_':.':" __ : (::',;::. v· :...... "'. :__";"'. '. '.,.' ,.,:;; '!'::", "'."', ,,,.,,,,,,- ::::__ ' :',,' '.".,' c , .. ','," ,',":' :,". ,-,,' ; .," .,.... '. .' ',,:':"',' " " "

is selected. and if a member having applicable intellectual property rights is involved

In addition. thereyvill alwaysbe~hOsethatesPPl,lse the proposition that if.a standar9
" ", .. ... . .. . , ' ...... ". . . .... .. .. ,' . '. ' .. .. . "', ''''~', ;",,' ..

irthi!.ri!~omrnendationofsuch.lltl:lpdaf9•.then suchil1teIlEl~tLJal. property. rights should
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b~ I.icensed royalty free. Further. there are philosophical differences in the intellectual

property rights policies b~tween various international organizations. and therefore
".,','" ',.'.' :.,., .. , , -".• - ,,' < ','".' " ,.' ""'-'. , ".> ".',,:',:- .,', '..,.:.,>',,', '-"":>""':- ,:::.:::' ,': '.-:, '.. •.... _,_ -,,- -0- ,_·c"" .....• ,., :

there is the question as to which policy should control.

Institute (ETSn would be to. require disclosures of intellectual property rights that is

"essential" to ttle standard,4 When and to what extent does intellectual property

rights need to be disclosed? The questions that follows are how specific is the
';,, __ , ",,,.' ',,: '.'" _',: _,.;',.'_ ""..,. ;',.,__ " ,._,',.•._, ,.:.,' ,'i ., ,:. ,.".', , ...•" '•..;,',.'.•.., _, ;',"'_,," ."",,:.-._.:'-',_.' .. ,'_._'-, ,',,' " -_,"'_""""<_,' .. ',_,' _",_._, _,',. c ',: .-._,,'_,:: ,.", ",'

stafldar~•• an~. )llltll:l~hl:lr i~.l:l~tefld1itq sPl:l.Ri1ic)lllays2~qimplem~nt thestafldl/.~~, I,/\fha!

is:.ttll'lcjl:lfiflition .of;"j3SSeflti.aI7.> l7u~t1eJ r: itshquldPl:l f1otl:ldthat 1l0rne.ofthe\:Il/.!ms

in a patent could be considered as.~ess~ntial~.while omers are not. Such.disclosure
"",.,' _: :. .' ,',:' ..-.,', .....• , ...... , .,<' ." '. ,,,,. ,,'.":' .:.,...,...,...' : .- "i'·. ... ',', ',,"''- ,'" '..... ,. , .. f··' ...''- , 'c.,' ,;, " '.:..' , '" ".' ':',,' "'-""',

requirement may be an insignificant burden to those members that have a few

P<!~ElNs.;~bytinCOfl~{fl~!)IIIillzpl:lfl;l.fl~gElby~dElnto l11Elll1persthat·have a.lflrg,e Rortfolio

ofpfltents, ..lt l11flYPEl ,(I'lfycjifficult,for a l11el11bElrtomakea determination Cjs tq.Wtlic:t1

ofjtllpa~l:lnts ,f!r/:l."~ssElnt.iflI7. and thusayailCjple.forIiCl:lnlling.)tt1flt will. be.s<!~i1l1Cjcto{Y

tOCjl1 ottiers.W()ylq itp/:l f1ecessCjW~o dElt~rl11il"l~ )IIIhichiflt~llectual property;rigtltllare.

"essential" in advance? Some members may consider that even though certain

patents that may not cover the standard, they .may still cover the. best method of
..",,;". ','" ':".", ",.'" ',.,", "" "'.'"'' .'.",.-",.",",'''.,' .,',.,-"., '..' " .- ',', .."', _.:; :",,", ".' '.' .. ".,_" ..";' , , '. ' '.. ,,',' .".'.' '.',',', "''-'.' " '·'n'··',." __ ' .,',__' . '."", ,," ':. n ..· ..

c()mmerciallyimplem/:lnting; a.stancjarcj.. a.n.d .therefore.sh()uld~ecol)lliderl:ld

7l:lssEln~iCjI7pCjteIJJllcl/.vailable .. fqr Jic.ensiflg.Onthe.qttler hCjncj! patentho.ldl:l{sma.y

cons.ider that. members l11ay be using the standard. developing organization to

6



non-discriminatory basis) will extend to non-members of the Cstandard developing

organization. Keep in mind that such intellectual property rights owner, since it is not

a member of the organization, is not required to disclose its intellectual property rights

or to license the same. AlthoiJgh this issue raisi'ls some questions, the better

approach is, that in order for a standard to be universal, licenses should be available

to all (i.e: members and non-members oftne organization).

9/3/92

deliberately expropriate licenses under patents that are not Cltherwise'available, whili'l'

other members may consIder that patent owners may be using the organization to

help exploit their patents.

7

In addition, what is corisidered to be a'reasoriable royalty? This'obviously

depends to a large degree, whether a party is' a licensor or licensee. Some

organizations have considered the requirement of the disclosure ofa "maximum"

royalty rate for a license, in pure monetary terms.slf so, how can an such

organization enforce its judgi'lment that may be contrary to that selected by the

intellectual property rights owner-member, othi'lr than by not selecting the preferred

standard, or terminating the intellectual property rights owner's mi'lmbership. The

policy of ANSI is not to get involved in the determination of the reasonableness of the

royalty rate. 8 The licensor should be able (to the same degree presently available in
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noHnsIIicehse i" negotiatihg 'ci rc::0rnstanc::esPto ,redOeethe";maximum"royalty:rate)'in

circ::Umstanc::esin whic::h the licensee can providevaluable c::rosslieensingorgranfback

rights, Would the ability to ac::qoirec::ross licerisiri!ilorgrantbackrights beJlmlted-to

inteliectOal property rights that applyto 'prodoct embodying the standard/orcan:they

extendtootherprodOc::f fields, Such cross licensing rights ' and corresponCling

redOc:tions in royalty rates are normal licerising practices and should not be considered

as:being discriminatory; However; cross 'licensing opportunities (to the extent they

existlshoOld 'be made available to all other poterrtlartlcensees, ·In fact, the right,to

cross license is crttlcat to thelicensori These cross licenslnqcapabilitiesearei needed

by the·licensorto keep from beirigd isadvaritagedin beingforc::edtolic:ense its patents

at a reasonable royalty rate while at the same time being restrictedfromiacquiring

cross license rights in the intellectual property rights of others.

The issue of reasonableroyaltyremail1s, as always, the main issoe.· Principals

fordeterminingthataireasonable royalty would include a rate that would; on one

hand,notonreasonably hinder others in the manufacturlng; use and sale ofproducts

c:omplyingwith thestandards,buton the other hand,thatwooldfairly compensate

the Iicensorforntsil1novationincludingits investment irl'researc::h and development.

Suc::ha balanc::eshol.ild,normally' be obtained through thel.lsOal negotiation process,

sOlong as the same standard negotiated rate is available to all prospective entrants.

Of course,' Onder cross-licensing scenarios, those thatdofnot.have patents or' other

8
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crosslicenslnq 'rights, 'will" bernore .det~imentany:financianyimPllcted.,th!3ntholiethat

do; ·'This 'is,particula~ly,t~.ue ,if,a numbet of licensesa~ene.eded"f~ommanY,Pl!tent

owne~s.inwhichthecumulativeeffectofalarge.number of reasonable royaltiescou.ld

become prohibitively expensive. This .requir~mentofa.,numb~roflicens~sina given

technology is not an unusual, occurrence facing manymanufacturers, but the situation

maybe exacerbat~dbythe need·to,c()mplywithstanda~ds.:lt .hl!sbe.enproposed

that, in addition to disClosure ()Lthe, "maximum" royalty rate, a ,";cumulativ~

maximum"; ~oyalty, rate OJ. ceiling needs to.b~, cons)d~red.~:H~o;;suchl!~rang~m~m

thencre,atesaproblem (that may,not be readily resolved);ofhow thecumulliltive

~oyalties,;oncethe;~cumlilativemaximlJm""is,el;Ccee!led, is tobedistr,ibuted between

Assuming an intellectual property rights owner has agreed to license its

int~lIectualproperty rights on a reasonable and .non-discriminatorYbl!~is.;Assuming

further that 00 discriminatory.action takesplac~; Then as;can be:el;Cpecte<!o;andas

previously mentilmed." me major dispute is" and/wil!;continlleto ;be,the

reasonableness.of:the"royalty:rate.This is the-usual issue tbatpolarizes;most

Iic~nso~sand I.ice,nsees;Bothsides; have oPpos)ngobjectiVes;n,Licensors;would like

to maximize their royalty income,;while Licenseeswouldliketo;min)mize.their royalty

payments; Licenses will take the position, that sil')ce, astan!lard.has b,eenselected

that is, 'covered,by:the i,ntellectual ;propertyirights;oftheLicensor, the Llcensor.nas

9
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unfairlytakencln ,advantage of the standard by raising the royalty significantly higher

than would ,be available without the.standard, It should be understood that, itisnot

unusual-that- such ,parties disagree, even to the extent that no. resolution ,can be

achieved; cThequestion is now raised to what extent·' can the intellectual 'property

rights owner, once he has agreed to license its intellectual property rightS,.resortto

the usual means of enforcing intellectual property rights. Can the licensor sue in court

for an injunction in addition to damages? Should the licensor be able to litigate in the

United .states International Trade Commission, toprohibitthose,parties;that it was

unable to license, from exporting productsslnte the United States? If not; then would

nota non-licensed manufacturer have anadvant'ageover the licensor in thatitwould

have the opportunityto litigate the validity theintellectlial property rights:vvithOut the

,fearof:injuhction; andwith'<a«worSt:case:' result< of·,·,payment: of'! courtiawarded

reasonable royalty damages. Perhaps, ifcthe 'reasonable royalty rate istheohlwissUe

(excluding issues of validity, enforceability, etc.il arbitration or some other form of

alternate dispute resolution could be an acceptable manner to resolve this issue.

In general, it is the speakers' position that it is better to select a standard

involving the ,issues ot-intellectual'property irightsthanfailing to iselec:f any Standard

afal!; In addition, once a defaeto industry standard is created (such',asbeingsefby

a dominant company in cah:,industry)/itiS better to have:theiorganizatiohtd

acknowledge such defacto industry standard as the official standard (whether or not

10
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The'following;are several.United Statescasehist6riesirivolving standards that

11

Finally. ooce a standard. is setr:beitvoluntarylindustry.org13nization.staridardj or be

ltcmarrdatcrv: tgovernmerit standardr;: if intellectualpropertydicensesare;available ito

FM STEREO CASE HISTORY

case. of current interest (SIMMlin which·anorganization·selected arsrandatd-to.whieh

all industrv.partielpants.on.rnutuallv acceptable Ii.e;, reasonable) royalty rates. Cill will

inteliectlJalproperty 'rightsis involved}' rather than ignoringthedefactostahdard:

haveimpacted lntellectuatpropertv rightsoLothers.Onecase is a United States

profit. and benefit.

intellel:tualproperty· right!lofa non~memberapplied.

aRuling Making Notice calling for the COnsumerelectronics lndustrv.to.propose an FM

Stereo SystE!m for adoption as the United States standard .

In the late 50's·theUnitediStates FederalCommunications;Comrriission (FCClissued

.
'government mandatory standard (FMStereo); the second case is .oneln which no
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a stereo signal and play it back in stereo through utilization of a low cost

a stereo signaland<playiitiback"monaurally) withmodegradatiqn 'in!

Service,(S.C.A.)·thenbeing·.offered·byFM '.' StafiOrls·itoi'storesy;publiC'

Compatibilitywith'existing monaural receivers, so'thatthey'couldreceive

adaptor. '

performance.

'buildings; restaurarrtssetc.

, Abilityto easily,corivertexisting mOrlauralreceivers'in,theJfield'toireceive

Amongst the 8 - 10 serious development programs whichWere'unden:akell

iv) Not require expensive changes to existing transmitters.

The industry respcndedctocthis ,verYl'l'ggr~ssivelybyins:titlitingtheirown

iii)' 'Thetransmittedstereo·signalwouIdnotinterfere withLthe',StdreiCastirlg

")'II '

were those of receiver manufacturers, such as, General Electric, Zenith, Philco-Ford,

programs to design such a system:'

Key criteria ,for .sucrr systerirwas to be:,'.'"
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etc. and transmitter manufacturers, such as; Gates. Radio, After extensive design

work and testing by the companies and field testing of all systems by the FCC, the

field was narrowed.down toG,E; and'Zenith Systems; withiGE's pilot' tone System, .- - -'.

being finally' selected as best. fulfilling the FCC:s' requirements,

After the standard was adopted in 1961, the industry launched into full scale

production of receivers,adapters alldtranlimitterswhichcpnformedto Such standard.

As the industry would do with any product developments.designed to meet a

market need, whether or not dictated by a government or an industry established

ttleYclaunchtheirownpatentprocurement programs' in accordance with
......................... _--

the.irnormal;pra~tice.·Over thecourseof:anumber of Years,.patents .ofvarious scopes

started issuing to the proponents, as well as other. parties; in the United States and

in many foreign countries.

In recognition of such expected patent activity, each manufacturer of receivers,

transmitters)andapapters,.whetherotl( not ithad:made.aproposal·.to the F.C.C.,

conducted whatever patent infringement study it thought to be .appropriatefor. its

particular design, in accordance with its normal procedures, when placing a new

product on .ttlemarket.

13
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The FCC dealt With the patent aspects of the Rule Making as follows:

"34. The proponents of Systems '1, 4 and 4A have, as requested in the

Notice ofProposed Rule Making, submitted statements which 'indicate

in substence the each is prepared togrant'non"exclusive,licensesunder"

any one or more ofits<patent applications and the reasonable royalties

:for the manufacture, use and'sale oftheapparatus' covered thereby: We

;<find, theserepresentationsconsistent 3with"the patent;" policiesofttje"

-. Commission,whiChdaredesignedto'obviateany; restraint" of trade ov'

monopolistic practices in matters coming within its cognizance."

"GE~s'adopted pilottonesystemsivvas ultimately:covered; byaUnited; States;

Patent3,122,610vvhich issued February 25; 1964 in the name of Antal ;Csicsatka' (

a copy of the front page of the patent is included in the Appendix). Antal Csicsatka

was an imrnigranttothe UnitedStatesstterihisiesCapewith' hisfarnilyfromiHungary

during their revonrtlon against'the U:S,S.Rj3Csicsatkacameto the tJhited;states"with;

other Hungariansandwas"housedat the United States,Army Base;;at,Fort3(])ix;:Nevvi

Jersey -as '"a', 'relocation center. Inorderto 'help,;such; imrnigrants,gainhmeaningful'

employment;: !the ;,UnitedStates Government held ajob;fairiwhich any interested

60mpahycouldvisifand interview such people for prospective ernptovrnent. '(;jEi and

Zenith made job offers to,Csicsatkl'l : Fortunately tor G:E.rile accepted'G.El's'offerand;

14

";
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joined the/Radio R~ceiver Departhlentat Utica/N.Y,Ashort,time.later he was

assigned to the FM Stereo Receiver development program. The rest is history.

15

In accordance with such criteria, non-exclusive licenses under the United States

Patentwere coffered to all domesticandJ(lreign manufacturers/at 36¢ Per receiyer for

all Jec:eiYers :sQ.ld, oJ otherwise .dispPsedof,.JoC marketing.jnthe.United iStat~s .

Glnce',:his".>iUnited ,,>States .patent:.• isl)ued,.··.G.E•• , made,.•license:•.•.offers to

manufacturers,·selling.·receiv.ersi ...adap.ters.andtrans.mitters,·jnto the.,··.United, .. States

marketiA nonexclusive,license program3w8sestablishedin the.same,fashion as any

other consumer electronics, licensing program.wOl:Jldbe:established.>he.". the.royalty

rate wasnesteblished consistent:with·,convention.alcriteria,.such.:as,breadthe/of the

invention,ease to. designaround,benefitsconferrediinutHizing.thejnv:ention:: etc.

..··,After.ext~nsive.and·ihardJQughtnegotiati(ms,{iniWhic:h all prospec~ive licensee.s

rais.ed.thei usualdefensesof'noncinfringement and;invalidity,as 'wellasquestipning

the,:reaso.nableness ofthe prOP9Sed royalty rate, ultiroately,.G.E.,reachedagreement.

witQ,a,(lumber,of part!!!s ,at a,negotiated.rateof32¢/unit, with· royalties· for Past

infr.ingement,a.t .16¢/unit(iLaterinorder to: license anotherjnfriQg~coI13amutually.

agreeable.basis,.tQe. royalty, rate :wa,s.reduc:~dfurther.·t028.¢/unit",.withipast

infringementbeing.s~tl:lt,14¢/lmit.·This reduced Jate,.wa.s::thenmade .availab.le to all'.
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ii· iqThllendresult wasexactlythesarneasariyother licensing program inVolving

a patent ofcomparable breadth covering a consumer 'electrohiC";prodUctdemandediby

the marketplace without the intervention of an established standard.

AM,STEREO·CASEHISTORY

"0;' Hence; ithepatent policY'followediby the ·FCC wasiinthe Onited;StatespubliC's

best; interest inthat.it attracted a major 'responseftom;theUnited StateScOnsu,rner

electronics manufacturers;With tl1ebestsystern beingadopte'd torneet'thernarket~s

needs, Manufacturers both dOrnestic and foreign Who later supplied the rnarket's

nllllds;also;bllnefited;iftom;the;prompt establishrnentof astandardwhlchcould be

satisfied easily with thllr'lecessary hardWarllat competitivepricesSubject'OnlY to'thll)

payment Of'B mutually agreed upon standard non diScriminatory royalty rate;Whic'h

was eStablished dUring the negotiation 'process as being ;reasonable.

9/3/92

previousdiC"enseesi and;ttlusi;)!jecame;the i.' riewly<establisMCI;standardrateWhicl1

survivedrfor tl1Eirlife;of thelicensihgprograrn.

T rThroughouttfie 1960's several petitions were filed urging the FCCto institutll

rule;makingidirected ;ioAMbroadcast;systemS;These·wereall denied as nOt iniM

public interest; HowllVen'inn1977. in' response of being iadVislld ihatAMstetllo'



The Notice of Inquiry was issued to determine if there was

',,J.>.s a-result,ofJhepositive resp()nse,;to,thl3,Noticl3'ofrlnquirw ,the,FCCjssueda'

As a result, five AM stereo systems were presented to the FCC, l.e., Belar

9/3/92
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broadcast. hadbel3n fully developed and testedi,theECG,decided tOgo forward; with

an interest and need for a service of stereophonic broadcasting by AM stations, and

if; sO,.;to,devl3lop a record:.that,\Nouldassistthe FCC,injssuinga 'NoticeofPr'oposed

Rule,Making'proposing standards for .such a ;service;;

.
thl3re\Nas.greathope that,,AM~tl3rl3o. wouldsoonbl3onithl3 ,air; ...

Each system· had its ',own unique method,ofgenerating;stereOllignals;,; At .thaf time:

manufacturers of broadcast equipment and manufacturers of receivers were

LaboratorieSiHarris,'Corporation, ..Kahn,,·Co01municationsk'Magnavoxi and;,Motorola.

attempting to advise the FCC of the benefits of their\bICll1dcastinQand rec!li",inQ

systems, the underlying the major financial impact in the market place would result

from the creation. ofalarge;dl3mand..tor,J.>.Mstereorl3cl3ivers; The vari(lus systems

NOtice\,>fpr()po.sl3d8ule. Making"The F.CC wantl3dtobersa.tisfiedonevariousaspects

ofeaGh ofth~ proposl3c1; Syst13mSSO that thl3wwould, makl3:i,ts finaLdl3cision.:,. Each/of

the proposed systl3ms.had .;ad",antagl3s anddisad",antages;;, Although/both the

it w!'lscc)I')ceivablethatthrl3etypes of receiving systems;wouldbeineeded, to,pick'uPi

proposed:were notmutuallycompatible,so;.thatifa 'single :standardwallnot selected"
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all stations' in a single .market;

Again; as in,the'.FM.stereo,case, the"industry, .launched their, own" patent

procurement· programinaccordancewith,··riormal.·practiceforproduct'developments

designed to meet a market! need~whetheror'riot" dictated>l)y'am industry] or

goverrimentstandard .. Hence, mostof-the.svstems proposed .were covered,byissued;

patents' or pendingapplications;(copies oftliefirst pageofa sample of some of 'the'

AM; stereo 'patents areiincluded in the ,Appendix) ; "Asln the case 'of FMStereo;"th'e'

Commissioner's Report. and'Order;adaptirigstandards,concerning patents (mentioned,

in the I'M stereo case history) also applied to AM stereo standard.

The FCC,had initially selected the Maghavox'system'by.firstissuinganOh"fihal

tentatlvedeterrfflnation, In objecting to 'tl}eselected,Magn'avox' 'standard;certaih'

parties submitting proposals that presented arguments to' the FCCthatthe'selecti6n

was wrong, and that the FCC shall obtain additional public comments before the

declston wasfinalized,Theitentative determination'wss withdrBwhshd forther'public

hearings were'conducted, .After a long delay, the FCC neverdidmakea,fihsli"lliingi

IQsteadjthe;F€C'stated,'.,that thetmarketiplace is to ;make". itSiown 'determihatlorf?UIhi

contrast to the .FMstereo situatiohVno AM .stereo standards' Were'ever issued'bythe;

F€€;,
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The result of a lack of a standard was that receil/erl11anufacturersJwere

hesitant to produce AM stereo receivers without a broadcast standard, and the

transmlttermanufactures were:.hesitantto produce AM 'stereo:ttansmitters(or which

nOJec~,iv'ers:cwereavai.lable;F:ora)ackofa standard, the 'AM:stere9system'hasyet

to bec.o.mei a,mlljor'1actoc in ;theAadiobroadcast market to the.:same,degree

experienced as a; result: oftt)e FM; stereo standard. As,aresultof,the; lack otca

standard,:allparties,transmitter manufacturers, receivenmanufacturers and,radio

station owners; all missed iagoldenopportunity;toprofitJrorh:thecreation;ofa;new

market that only,needed:to:be.awaken.. bY:Jhe;issuancebfstandard;

The Motorola. system. appears. to be evolving as the industry AM stereo

standard,. ;Jllpanhas;selected;the '. Motprola system as standard;a5d;AMstereo

broadcasting, began inJapan in:the springof:1992. ;Thisis almost 15 years afterthe

first Notice:ofInquiry was lssuedo:

.. ,Hence; as can be seen, theFMstereo receivers, meeting the.standard, became

aQrinstantsuccess in the;marketplace, despite· themeedforroyalty'bearing licenses.

under (>E:patentsof ,(>eneral:Electric.Allpartiesiincluding the.consurh.etsprofited!by:'

the standllJd., On the otheJhand, inthe:case ofAM stereo, the lack bfastandard ln.

such market was proven to be significantly more detrimental than the issue of licenses;

with royalty payments.

r:

19
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..'Evenifthema'rketplaceseledts its oWhstandard,suCI1'asirfJapan;'it still \NoUid

be,f!l(:ed vvith;the'needfo.r acqiJiringlicenses'andmakintrroyalty'payments"slnJapao;

the'manufacturers have tobllY'thenecessaryser'nicondiJCtbrs' fror'n·Motdrolaand alsO

payaififtycElots, (50·¢1 ,royalty :fdrs ·each unit: prodoced;/lThere'is 's6me.fear,in 'the

industry in Japan, that Mo.to.rola:r(Nippon Motorolal'coulddecidej,toincrease<;the

rovattv rate now that its system became the standard, since its applicatio.n to. the

Miilistry:o.fPo.sts,and5releco.mmunicatio.ns'did'notrule'oi.Jt increases';~'Thissituatio.n

r;rIay':Iead'i!o co.nfr'o.ntations:sir'nilar to.;thatLbetween"Mitsubishi rand Wang,··Which)iS·

discussedbelo.wiri; the,follo.wingsection;;

SIMMSlTANDARD,s

.The .Joint Electronic Device Engineering Counsels (JEDEC) ot the United States

issued itsStan'dard21·M1fo.r··"single"in;:line' memor'y·;modUles"'(SIMM),(acOr,y:dt

which isdnthe Appendix)whiCh ls :thetopic Ofdiscussian o.fthis portiOn 6f this;paper.

JEDECsOrgahization

The So.lid State Products Divisio.n ISSPD) of the Electro.nics Industries

Association lElA) is the Spo.nso.ring Association far the Joint Electro.n:Device

20



9/3/92

Engineering Councils (JEDEC). JEDEC's function is to promote the development and

standardization of product characterizatiqn, ,test methods, manufacturirigsupport

functions and mechanical standards for solid state products. Companiesthat

manufacture solid state products and provide, related services or equipment for the

United.;States market may hold membership in JEDEC.

21

Patelj1t:Policy

JE;OEC:Standard.:may ,be. consi!'lered" for; :eleva~iolj1"·to..EIAPStandardsnafter.: itHbas;'

demolj1strate!'l •that itjsbqth..JJseful·.andn~cesSary ,and.,that;it -has ...aureasonable

probability of attaining the industry wide acceptance associated with EIA standards.

No standard shall be recommended for adoption by either EIAoriJEDEc.(jnleSsEit.

conforms with the acceptance of the organization Patent Policy

J.EDEC·Committees have.. the.·authqrity to develop'proposed;standardsalj1dvvith

the.:approyak.of 'JEDEC~s,..governing. bqdY,i.ithe. SOlid.:State.·•.Rrodu.cts Engineering,

Counsel, and EIA's General Counsel, may set,standards.![he.JEDEC,Stahdards.are

designed to serve the public interest by eliminating misunderstandings between

mahufacturersandpurchasers and for facilitating interchangeability of products.

JEDEC Standards as well as EIA standards are entirely voluntary arl!'lthElJrlJ§E!·VYi,thitj,

the discretion of individual manufacturers.
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h AJEDEGdisclaims ·oneverystandara.itprClmdtesthatitsistandardsareadopled

withClutregatd .. tb whether;onnottheiradoptiorl may ;irl\lolve; patentso: (See;JEDEC:

Manoal;No;2l,ipage;17,/a;'eopy 'ofwhieh lsih •the.Appendix) ; ..JEDEcrs:l1atent

organizati6n;: EIA;howeVer,proposes that reqoirernehts:in ErA Standaraswhiehci!lll

for the use of patented items should be avoided (a copy of which is in the Appendix).

To the extent it can't, EIA Requires that "no program of standardization Shallrefert6

a product on which there is a known patent unless all the technical information

coVered'bythe :patent is known ibythe:tornmittee ;ahd: the committee chairman has

received a writterl iexpressionfrorn theitpatent 'holaer,.thatitiiis·:wi IIingfto·1iCerise•

applications:Onderreasonableterrrisiahd·cohditionsthatai'eaerhbristrably free ·Ofahy

22'

This is consistent with the American National StandardSlristifute:h~NSlrpatenti

policy (a copy of which is included in the Appendix), which encourages the early

disclosure of any potential or actual patent rights to the standards developer in order

to provide the opportunity of evaluating the proprietY'l5fstaridardizingthe:patented

technology. ANSI proposes that the early disclosure of a patent position, to allow

patentholders;ahdtheprospeCtiVe licenseiesampleLtiinil'itbhegotiate the·terms and

conditionsoflicehsesoUfsiae fhehstandards·· aevelClprnerlt prOCeSS) itself;' "ANSI'

porporfs·. thatbyirequiring;eatly ...disddsute,La ipatent holdetma'y then! haVea\sfrClhg

jncentiVe;to iproVide anearly assurancethatthetermsr'arld :ConaiHClnS! Clfthe license'
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willbei:reasonabl.e and;demonst~ablyf~e~:o.f·unfai~disc~iminationil1;otd¢tJtcfavoid any

objet:tion;lO) the stanqardizatior)cof, its)prOPrieta~y techno1ogy;;)ANSI,cnqoethelessi/

cautiOJ;IS stand.ards;deyeJOP¢~sn()t .• tobe •. involved or,participate ,in,~he¢vaJuatiQn;;()t

whethensuch.license terms; and conditions are reasonable .o~oondiscriminato~y·;,;;'. ,_,..' ..,. ',' . .<, .' _, ' .•;' ... J '._', ',' ". -, • -i ;. u: __ ,'_,_, ,_, " ;" .';' _,"" ....__ d. _ "."

, ','

in-line;.mempry .module ISUYII\I!);,c.·Tvvo:.:p.C1,te.ntc applications ,which;we~e both· filed

In.1.9aO,,'JimcelaytoRofWang'l;abo~atories·.ilwentedial1 impleqlentation,siogle

$IMMJ~atent

.
o~iginCinYein the#,$,dn,1!3a3.;CoNersarnemorYm.odule,havillg·amemp~yfo~dataand

a ninth memory chip for error detection, all mounted in a single row on a 30 pin epoxy

glass printed circuit board substrate and eight decoupling capacitors for suppressing

trCllls.ie,nt.,yoltage'.spiKes;

Jr=.pE;~~ppro",alof SII\I!I\I! ·.$tClr\l;lard

;~bo.u.t the s.C1rne,time;per:iod CIS·. tllefjJillg of.tl1e PCltelltappli<:ations;Mr;·,Clayton:;

in' representillg.lJ\fallg. vvasrClddressing tlleJEDi:.C subcommlttee .~esponsiblefor·

'UemPrYsW.ndards' "Mr. C1ayt9n pr9Po.sed.to.JEDECthatWl!ng~s Jrnplementatiolllor

SII\IIM,be,adopte,dCls i~lll.:;illd uli>trY'wide.,sta.lldClrd;; .,··JBMClli> vvelLas.other members we~e.'

23.



Patent Litigi=ltiori byWang .:
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in;.suj)port ctthlsproposal, which some contend was already, inuse'andperhaj)s an

alre,ady, j)otential.def<!ct6dndustty,s~andard.'Afterreviewran9;analYsis,<the:dE[j)EG

subcOmmittee'oh, memor,y·,'device~ uaj)j)roved\ttie ··ele.ctrical; :asj)ectsofthe··.SIMM'

tecl:lnologyiri 1<985. :Be.causethe:mecnanicalfeatures:such aSj)ackage:configuratiori

and size required a different committee for review, the full JEDEC'9j)pt6valwas'riot

complete until August of 1986, eight months prior to the issuance of the first of

Wang;~rtworpatents»

Wang began enforcing its j)atent rights in 1989 and notifi.ed all manufacturers

using the 30 pin, 9 memory chip SIMM design of patent infringement. More than

thirty·· manufaGturers;and'resellers have taken licenses ,.. intherhodule>technology

including Texas Instruments; Motorola; Samsung, Goldstar; Hltachl: and Memory

Technology';

IhOctober of 1990;.Wang. filed a j)atentinfrihgementlclWSuit in the Easterh

DistrictofMirginiaagainst ,ToshibaOor,j)oration and NEC:Corj)oration; two ofthe,larger

competing SIMMmanufacturers. After trialinthesurnmer,of J991 ,.a jury' found both

Toshiba aridNEC infringedWahg'spatellts:and;~he courtissued.an,injunction:· Both,

Toshiba and :NEC,are aj)j)ealingthis :deGision;

24



Just prior to the ITC trial against the remaining defendants;:Wangbrougl)tan

infringement suit on June 4, 1992 against Mitsubishi and NMB in the United States

District Court for the Eastern District of Virginia. Several days later; Wang,movedto:

have the ITC investigation terminated and on June 18, 1992 the ITC action was

terminated; ','

9/3/92

Wang subsequentlyAiled an InternationaLTrade Commission lITC) actipn' on:

Jailuaiy17,1992against ':',a.number of :.companies.seeking relief.:.from:: alleged;

violations'ofSection.337'of the:TariffAct'basedupon infringement ofits two patents."

Prior.to.the ITC,trial/;all the defendailts except Mitsubishiand NMB' Te«t!nologies'

settled.with:Wang::

25

'.;cMitsubishifiled"a, countersuit on July 17; 199·2;:against,Wangdn the United:

States :District ;Court: foe the ·CentraIDistr'ictofCaliforniar.equesting.a '. declaratory::

judgment of noninfringement and/or invalidity and charging antitrust vioJations:in

connection with Wang's acquisition and enforcement of its SIMM patent rights.

Mitsubi$hi contends that .Wang'$encouragenient tq, the indust,"",;.. back in 1983, to

begin:production pfa9,chip;30:pin:SIMM des!gn:.withoufidisclpsingto·the: industry

that it. was trying toobtain;a .patentpo$ition, <liang with its. concerted efforts, to

promote, the', adoptioni.of.:thatdesign. as:theJEDECstandardfoCSIMM•• caused

industry members to unknowingly promote,the:patenteddesigm.,Mifsubishifurther·
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asserts thatthe' toyaltiesdemanded by Warig'aremuch greaterthahWan'gwouldhave'

been able to demandcer\obtainrif:jEDEC, hadnot.. adopted the Wang design as the

industry'standatd;.·

"
Many companies in addition to Mitsubishi, believe that Wang did not'disclose

to JEDEC or to any industry representatives attending JEDEC meetings, that it had

filed United States patent. applications relating:io the:SIMM, it was promoting; Some

industry members;;argue that' ,this 'notronlyiiviolated' tneEIA/JEDECpatentpolicyi

requirementS)ibut it;also was,aisObvetsi(m'\ofiheptocess'bywhichJEDECformulateS

lind! adoptsindushyiWidestandatdsi: '. ,',

Chilling Effect onJEDEC

OthetindustrymembersJ: inCludingWangi/conteridithatthe;SIMMconfigutatl0n'

promoted by Wang'and othersiwasinfact'alrEiady adefacto;Standatd andJEDEC·,was-:

merelytecoghizingithiSfaCt by apptoliihg' it :fof' publicationiAdditionallywangpoints

out that the ijEDEC'standardiS nora mandatotyone:andSoml:J'cdthpanies sOCh ;as'

Apple did not,foliowthe'Standardi

Because the:JEDEC \" standatdiOnSIMMhas'been>central'to' thelitigatioh'

involving Wang, JEDEC has taken a hard look at its procedures in approving

26
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will.be :cOntinually/Informed of:the,poljcy;,anc:l ,itS, implications asthevrecnslder what

that standards should no longer be made. After much discussic!O:it,wasrfinaJIy,

The "'result was the/:det:isionfof;committees,tobe>madecognitant .;' o.fthe

27

competition;

such a chilling effect that tne~e:wassome' disC!Ossiol'l;within.comrnitteessuggesting:

standards;;,Tne'initial :concern over,'selec!ingi'standal'ds;;vvnichmaybep-atented had:

ishoPec:l bytllis.effort;thattlleCommittee mllmbers are lJettllr i nfcirml3dwhethertO

tl3chnipf\l.ar.eas':at. issu.ein l:m1erto.mpl1itciLvyhatmay. be patented, and;bywhom.Jt

standards,to aPProve.·'AlllO"1l0me...committl3,es.arenow.tracking·.rele"aotpatents. inthe:

always been applicable. the recent procedure assures that thecommitteememlJersd

patent holders having an impact on proposed standards;cAlthoug!lthe EIA pOlic,y, had,

intelleptual;propertYiiss(J¢s .,,1n particular,'some,committees nO)ll!:begimeach meeti I)g"

concluded that standardization was essential to ensure compatibility and enhance

to concentrate ,on its:mainPlJiecti"e of selecting tll.ebeststandards;

reasonable royalty rate. On the other hand. it is hoped that tile· activity wiUnO!'besci:

commitment of the patent owner to license on a non-discriminatory basis at a

approve a proposed standard based on the potential.;patel)t. position and:;any

bYreading.the'I:IA Patent ,pOlicy:providing,fo.r'the,diSclosur.e ot.theintentions,of:,apy:

burdensome and overwhelming so as to detrimentally impact the committee's ability
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Conclusion

. TI1e.SI.IVIM.$;tandard.has. b!lenan economicsl\cg!lSsifoJ,NlfC:lfc1g·. C:l l1d those

gpmpal1i!ls rTlC:lnl,lfagtl,lring tl1.e9-chip,3Qpil1 mempry. moQl,Jle.!iIIVlIVI:;i·TP.;ta.L Ul1i;t!lQ

States sales of SIIVIM in 1991 alone are estimated tP h1iv!l.exg!l!lQeQ. $1.. billipn.

However, typical of this type of product, the 30 pin SIMM standard is reaching its

maturity and next generation chips are already being introduced, such as the 18M's

72 pin and possibly a 156 pin memory module.

Notwithstanding the SIMM success in the market place, Wang's enforcement

of the SIMM patents after it became an industry standard has caused much concern

among industry representatives. Some agree that developers of new technology

deserve to be amply rewarded through royalties, wtlile ntl,."·,, contend

should be set low so the benefits of new technologies can reach the widest audience.

While both sides agree that licensing fees should be kept to reasonable limits, they

differ over the definition of what is reasonable. Hence, resorting to the courts for a

judicial decision, or alternatively to an determination by an arbitrary body, of

reasonable royalties, will be with us for some time in the future as patented standards

continue to occur. In the meantime, standard developing organizations will continue

to endeavor to be cognizant of intellectual property rights issues when considering

their selection of standards.
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Final Comment

The speakerremainsirnpaitial with regardto any ofthecoritroversy discussed

abOve·arid·neithe'rendorsesriortejects·thevariousviewpoints lndustry·represelltatives

which are reflected in 'this paper.
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This is a continuationof copendingapplication Ser.
No. 873,g79, filed on June 12, 1986. now U.S. Pat. No;
• ,656,605, which is • cootinuation or Ser. No. 52g,8I7,
filed On Sept. 2, 1983, now abandoned.

BACKOROUND OF THE INVENTION

4.727.S13
1

SIGNAL IN·UNE MEMORY MODULE

2
separa'. dau oli'pu'lad 3Zas distinguished from m.m·
ory chips 1ll-17 which respectively use common input.
loulput dauleads :lO-77ror bo'h dal. inpu' and oU'pu,.
A 'oral or 'en inpullou,pu' dau leads 2O-ZlI and 32 are

, th.reror. provided on the edge or the memory modul •
30 as shown and eigh' bi' binary words plus and e"ra
ninlb bi' ror runctions such as parity checking are stored
in or read out or lbe lDCDIOry module 30. A separ.'.
column address select lead 31 is provided for memory

This invention relates to memories and more partieu· Ill'chip II to enabl. ind.pend.n' operation ror tne parity
larly '0 modular memories providing Slorag. and reo rlUlClion.
lri.val or binary words. WbeD il is desired to Slore • binary word mad. up or

SUMAJlY OF THE INVENTION • eighl bil byte/word wilb • ninth parilY bifin • specific
address location in memory chips 1ll-17 and II, the

Th. preseo' invention is. memory modular on which ., binary bilSare applied'co terminals on the edge or m.m•
• pluralily or memory COII1ponCDlS each sloring or read· ory modul. 30 which are connected to common input.
!Dg one binary bil .1 • lime havelbe!' power. concro!, loulpul leads 20-77 and CO inpul lead ZlI. Each or the
Input(oulpul and olber ...... leads ~I.rconn~ ao nine binary bilS is thereby .pplied If) the input respee-
there IS oDlyooe set or lbeseleads .vail.bl••tt.~ '. tiv.ly or memory chips Ill-II. A signal is 'hen .pplied
or lbe module. A lint plurality or lbese memones pro- 20 to control lead 29 at • terminal on lbe edg. or m.mory
vide ror ooe binary w~rd being in!,~1 or OU'pUI to lbe module 30, which cootrol lead 29 is connected to the
!,,~ry modul. at.• ame. 10 addiaoo, I add ano~ 'rad/write control input chips Ill-II. rurally,. multibil
mdl~ua1 meDlOry mtend~ ror~~uch as panry binary .address is .pplied to ,he multiple address leads I'
ch~ganderror COrrection. :nus addllional~ a1ao on the edge or memory module 30, which addr....
has lISpower~~0~11adsmterconnC!',ed WI 2' ing lads are connected to the addressing inputs or each
other memones WIthin the module, but bas separate .
inpulloulpu,lead(s) andcolumn address select leads to or memory. chips Ill-II. 10 response to all the above
.nabl. independ.nt accessinl or addressinor the par. SIgnals .pplled to the .ppropna,. '.rmmals or m.mory
'1 emory g. mudul. 30, lbe bmary word on mpulloulpUI leads
I Y01 • JO :lO-77 and the extra binary bil 00 input lead ZlI are

OESCRlmON OF THE ORAWING . stored respectively in memory chips 1ll-17 and II.t 'he
My invenrioo will be und.rstood on reading lbe rol. address indicated by 'he binary number on addr... leads

lowing detailed description in conjunction wilb lbe U'S'_"'~ h .. d-'-' ~. b' rd
drawiDl ill which: . . .,' ',IWuany, W ellit IS QU..". t~~. I~wo out

flO I is an .leclrical hlock diagraca or my novell' or memory modul. 30, • read SIgnal ...pplied to read!·
memo;Y module; and write control lead 29 and • binary address is .pplied 10

flO. 2 is. mecbaaicallayout drawin, orth. memory address leads U. 10 response ther.to, the bmary word
module, IlOred in memory module 30 at th. indicated addr... is

read oat or memory chips 10-17 and II respectively
OETAILED OESCRImON «I OIIto inpulloulpUI leads 2ll-77 and OUlpUI lead 32-

In flO. 1 is seen the .leclricaI block diagraca or my R.rerria, co flO. 2, lbere issho~ • physicall.yout
invention. 10 one embodimenl or my invention. the or my memory module 30. The OIn. memory chips
.mbodiment shown in flO. I, eight individual memory Ill-II are ~unled on • substrate 31 that may be •
chips Ill-I7. each capabl. or storia, • zero or • one prm'ed CIfCUI' board or ceraauc. The memory chips
binary bi' .t each memory loca,ion, are .ccessed by ••,Ill-II may be dl?'"""" RAMs (D-RAM) adv anu·
multiobi' address .pplied '0 address leads I' which geo~y pacu,ed 10 small plasnc leaded chip c.m.rs
comprises .i,h' leads. Wi'h this embodim.nt or my .vailable rrom T.... Ioslrumen~and soon rrom other
inven'ion. sia,l. input/outpulleads 2ll-77 are provided .: .•.. compames such as N.uonal Semiconductor, Mo'orol..
respectively coeach or memory chiplIo-17 to provide . and AMO. Also. DIOun,ed ':'" lbe substra'. or module. 30
• toral or eisht input/outpu' leads makin, up aneigh' 50 are smaD co...... decouplm, cap.Ctlors 33-40, having
bil binary word. Control lead 29 connected to on. inpu, the value between 0.1 and 0.22 ufd, and connected be-
or each or memory chips 1ll-17 on the module 30 indio tween each or memory Ill-lito transienl

"~'t~;~=n·~:;C:;~~~yte:=isp~~::"fl!l~~•.•.•~~~ik~~'jijin;:',~y~~~Il~~~;~,:~~~'l~ >c. •• """,18,',···

ei,ht address leads 19 which are in'ercoMecled to ,he'" lbe order or lbree-rourlbs inch
addressing inpulS on each or chips Ill-I7. . providin' Iar,e memory capacity. thousand

10 • manner w.n known in lbe art the concurrent .·....ords 00 the module are presenlly possibl. and two
addressing and control or chips Ill-17 which' are con· hundred .liJ\y.... lbousand bytes are reasibl. with the
necled in parall.1 permilS an eight bil byte or binary physical dimensions or module 30 only bein, ,Ii,htly
word to be Slore in or read OUI or memory ~hips 10-17 60 ·Iar,er.
ror each read or writ. operation. Wilb my invention the input, oU'pu' and control or

In accordance with the prererred embodimen' or my the memory elemenlS Ill-lion modul. 30 may be ac·
invenlion I provide an .Xlra memory chip II simi1arly complisbed via only thirty terminals on the ed,e or lhe
connected in parallel wilb memory chips Ill-17, the module. Use or module 30 in lieu or m.mory chips in
read!write control leads or which are inlerconnecled " conventional dual in lin. t.rminal pocka,es nonnally
wi'h ,he control leads 29 COMec'ed to memory chips mounted in rows andcolumns on • printed circuil board
Ill-I7 with the exceptioo or the column .ddr... select en.bles an ei,hl·rold density incr.... over previous
lead 31. M.mory chips II bas • dau inpul lead ZlI and • circuit ....mbly lechnololY,
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4,727,S13
3

havini an extra memory chip parity tion information
may be By havinl ",panle control of the eXIra memory chips,

memory chip I,~,yste,~ des.~II!l.,:::.~r l."':~::.,~,o.,,re.,~:~.:~.,i~.i1i.;t.,"1_,~ an expoxy-,lass-prinred circuit board ~~!.~~~~'(

:=~~J::;~:~~:~IE~~f~~~v2~~~' ·';:~l;f&~JEl~~f.ri~~,
ous 10 those .kiIled in the an thai numerous chanl"bY;l"",or.~ili~ informalion may be
may be~~e ~lhq~ldepar!in.,rrp", Ilje:~liiijlor~pet'OU'lp\ltfrom the memory chips, ,
of the inventioD. More than ODe bil may be used for 10 the subslrale includinllhirty lenninal. for Providing
parily checking or other purposes. ID addition, rather see... 10 the data inputs and outputs; control in-
lhan using discrele memory chips, the unpackaged di.. pUIS, and addr... inpulS of the nine memory chips
may be mounted on I substrate to implement my iDva- and to enable radinl' and writing of information
lion in a hybrid integraled circuil package or in a Iarle inlo and OUI of lhe nine chips, •
scale intesrated circuil package. ., support means for .uppomDllhe memory module al

Whal J claim ia: an angle with respect 10 a motherbeard and
I. A memory module for installaliotl. on a printed ~uplingl'll~IO"mounled on said ,ubslrale and

coupled to the memory chips ror .uppr...i~g tran-
circuil motherboard compriain.':' '/,I}"I sienl voltal'"

nine ~ta IIICIlIO? chips for storing disital ~la, each 20 1 lbe modll1eof claim 1 wherein all liine lIIemory
haVIng a data lOpUI and oUlput, CODlrollOPUt, and chips are inten:ollDecled such Ihsl data i$ input to or
an address input, and each being pac,~g!,.t in a output from the ninth memory chips when;data,i. input
plastic leaded chip carrier, wherein" said 'ninth 10 or OUIPUI from the other eight memory'chips,
_mory chip is for storinl deleclion and eerree- • • • • •

25



AuaUST

•

CONFIGURATIONS

JEDEC STANDARD 21-A-1

SOUD STATE MEMORIES

JEDEC . " ....'. .'., " .. ;.~:!•
Solld State Products Engineerin&~W

••,;..;......:,....r

. ~,. ·'l'5-·:·..··
•• ~ ~~~'~IJ ,

.. .
~ .~. ;'0" -:.~: i;;~. ~_.". . •..~: ...;.. ":..: ',"

"

..

.-...L-L........L.....I.o . ..



6

6.4 A

7 A

7.1 A

7.1.11.'

7.1.2 A

OBSOLETE STAHOARDS
Tile following standlrds were approved and publislled, but Ire no
10llOer consiQered applicable to tile needs of tile Indust'ry. Atthe
present time,nil .. clIIqlIny,unufactures'or Ilasany,;ntl",st in the
plrts.C':;Tllej? areretlined lntll1sdotUllllllt:ollly fOr' purposes of
lIIIilltllning a llistoriCll record of tile fleld.

PIN-OUTSTAHOARDS FORPl.OIN CC'
This standlrd;deflnedthe p~n-out:eori~.tllltlOlls ts: converting a
PLO in DIP to I CC. Tile converslonfor<tll8:Z4PINDIP to ZB PAD
CC illS been rescended by JEDEC:
24 PIN DIP TO. za PADIPIN) s;CrO~~50~~'0"!iIJ~,fiG:a7-A

StandiI'd Zl'A.contalnlit~ convers'ionplri-out forZ4PIN DIP to ZB
PAD see, TM sconversionllisbeen rescl!nded.

-.TI-eHIP MODILES '.
Tile following standlrdS estl.bllsll,~in a~!Sig...ntlllt~ Ind' Plcklge
configurltions .Ind naainll dimensi,ons 10r.lslrie5 of multl-chip
modules.iTllemOdilleswllln0l'llially bellll:le using surface mount
dlvices described.;n.· sectlons·Jlnd:'4oftll1s· stlndara. The in;till
standards Ire for SIP modules ,< butitlli':'standans'iz.atlon effort ; s
not restrlcted to mOdules with thisconflgl.l1'atlon~I,n~ddltlCln t,c
the deyice s.~~ndl.rdS. tllere Ir.:'stlrid:u'd~~~CII,!.I~df*ssSpKilj
_endature relltilCltO tlle"Qdu11iS•. · .'. ., '.'

.... SIP 1I0OI.£5

22 PIN DRAM MODULE
': CAPACITY,..·64K. ·.2S6K: WORDS:OF!' BITS

CONFIGURATION--SINGLE SIDED MODULE USING 64K:OR~S6K DEVICES
PACKAGE--ZZ PIN SIP MODULE' .'.'. ... ..'. ., ",.:: ,C!

',,' ".,' _ ',. ", ,'. , .. ,'_, _.'_ .,9.,.", .. ',. " ," ,_. ,'" ~,,_.__,

SeeF19.: 84-1.<FOR MECHANICAliCONFI GURATIONS,
See TABLE; liFORNClMlNAl oiMEJiSioNS

PIN ASSI~NMENTS--Fig. 81-"" .' ....., ..... '.

Z4 PIN DRAM MODULE
CAPACITY--1ZBK. SlZK WORDS-OF 4 BITS
CONFIGURATION--DOUBLE SIDED MODULE USING 64K OR ZS6K DEVICES
PACKAGE--24 PIN SIP MODULE .

SEE Fig. 84-1. FOR MECHANICAL CONFIGURATIONS,
SEE TABLE 1 FOR NOMINAL DIMENSIONS

PIN ASSIGNMENTS--Fig. 81-1.



30'11 DUM JIIOUI.E
CAPAC1T.Y-64l,;Z561klK, 4M VORDS"OF lOR 91lTS
CONFl&URATION....SIII&LE.S1DED JIIOULEUSIN6 641t,i256K, 'lM, OR 4"
DEYICES
PAaAliE-30 PIN SI' MODILE

SEE Fig. 84-1. FOR MECHANICAL CONFI6URATIONS~;

, ,,"" .SEEtTloBLEh.1? F,QR NOMINAL, .DIMEHS'IOIIS
•"Ill :ASSI~Nn-f1l1, ,.Jil-.\

.1O,tNDIWt I4OQILE'fAt!ILliT: "',,, ".
CA"8CITY-~.6.4K'TO "uIlQROS,QF 4 URn5 ;81TS

,·"12SK,TQ16MIIORDS ;OFZiB1T.S
2561' TO 32M VORDS OF 1 BIT

CONFISURATION--SIN6l.E OR DOUBLE SIDED{USIN6 641t;2S6Ki~: 1M, OR ,4/1
D~VlCU:,:::> ;,,< "<••,, :: "'.' ,:,'~:'<:.; ,'i ",,' ,.

',PAC:~CiE~-30 PIN SIPMDOILE,"u,i.i
. " , "',SEE F'19.84i~A.FOR MECHANlCACiCONF1&URATIONS,'"

'X"'" i,'", , SEE:i TABLE'2d~ORi NOMlNALiDIMEIlSIONS
i D,~liii, iASSIlillMENTS~~F19.: B2 "1.1.

j~ii~lIlQ~..oij~!f.~iLYi',ii i"f' "ii",",
CAPACITY--64It TO 4MIIQRO$,OF,d6 'QRUTS

64K TQ 8M VQRDS QF B QR 9 BITS
lZIK TQ 16M VQROS OF 4 BITS,,""'"
ZS6K TO 32M VORDS OF Z BITS
SIZK TO 64M VORDS OF li'BIT"

CONFISURATION-SIIt6l.E ,QR\DOUBLE;SIDED, USIN&'64K',ZS6K, 1M, OR 4M
~1(I~~:i '., iii;; 'i.'
PACKAGE--40 PIN SIP MODULE:::

',i' "i' :$EE;f19':~i"l.A)fORMECHANICA,LCONFI6URA T~ONS,

,1lEE' 8I'AIl,.E.: 2i: FOR :.Nl»4IIlAL nlIENSIONS
PIN ASSIGHMENTS--F1g. 83-1.,,'

7.1 4 A

.JEDEC:'$TNIW!D,n-A.,·'MIIIE-.,1
'.14-.\

7 I. IILn-eHI' "ID'fS (C*lttll_)

7-.1.31.
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22. 24. OR 3D PI
SIP MODUL!!

''r()IlVIE'W

4 DEVICES LO,.G; I OR
• I ....

OEVlca ..
LONG

PHYSICAL SINGL!! DOUeL!! SINGLE '.'
CONFlGlJl'lA'I'ION I·SID.£O ') SIDED SIDEQ ..

.. .... ... ... •
VEASION N x 4 2N X 4 N x ICI)

,..
1 A' NC voo.1,

tl~
~_ ..._-_. ------~--o&r-.2 voo A. CE

·'~'r3~ "'" .......,~ ... ~.~, ------ ------, ......3 DO voo OQO,....
-~ ... --- ------------,..,

:~!.1 4 00 .. DO '. M.: --~-=-- ..... -----'... --.,.._-_. ....,..
5 00.1, ce ....1,-. I

0.7 ·.··4·:;·CE . 001.t,
I'r •• ~----- ----..'-~:-----,;..z, 7 "'5 A7 A2,-, I ~-----1------ '-------.t, .... A5 A3,-, •~-----1------~----- ...1, 01 4~ va

r,a' 10 r------j------~----- ..._. 0' 0' oaz...
{~u

-"-~--r~--
11 ....

{~J 12 --'----.A' W "AS
~ 13 ~----- ------------.43 41 OQO

",.' '4 ------ ------------.••0 .... . A.3 ....
~ 15 ~----- ------~-----.C2 . ..., A7
r{~ 11 03. ........ 02 .001
~ '7 ~ .......---_. ------ ...------

A2 02 .......
{OO '8 !'---~-- -----~.~._----"_.. I··.·•••.·.•0.0 L A2 ...........

Gi ---~--1-----~~~~--~·19 ~E 40" ",·'A10"'/
:l@.l 20 ------j--=.=--r------03 0e, 005
~. 21 co 1 03 _L Vi'
:ice 22 --~----------r-----·vss I C3 vas
-~~- 23 . ------F-----·iA vss OQI

-_.~ --- ----...."'~ l.~J 24 e'Er -NC··
-r--~- 251'0' 'i' 'i" .·.i-.-...•.... ....

:ii1 21 QI
fail 27 . ---~-.lie
:ii1 " ~, ---.::.,--.eel ).----:--~.~"rail" 29 £II

N :i!'l 30 ~------ [i.'i.> . ••••• I'VOO
. . . , .

• ON THE 3Cl"" ,,'c..J~E. ,'" OEVICES .....V BE UUD. PINS '1'1 II .....
USED TO PI'C ".).'~G·Jk~~ [X N$IOH. THE OTHEIlIIIOClULES~ ACCOIlllO"'TE
... I Z5IK Of\',':_~ GN~Y. '

, O"TIClNAl.lleFfco.H IFI FVN,~nOH
';',

COHI'1OUIIAr.; . o. """5 T'e """S1CAl AIlllANOEM!NTS Of'THEIolEMOIIV
oEACES ON H.c "'O"UL.E. ""',INQ UHQTH AND NUMBEII 01' SlOISPOI'ULATED

VEIIISlON IS TH': . :;'C,'C ::)0",... -,nON 04" THE MODUI,£ WH!JIlI! 'N° IS THE
CAIIACITY OF T r ,.,:: ........Otf) Ci':'.; teE USCg

.".__._..~.-",.

,: ':UL;:i .1-A
22. 24. AI.C :... ,iii O.~..M SIP MODULES ::-0 OC5SZ'
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APPENDIXD

NOTICE TO BE,INCORPORATED INTO JEDEC STANDARDS
- _ '" ....•... __ • ..._" ",' ',,_ •. ,..' '_,' ,. ""0"'" _',,' .0 ..

NOTICE

'TJ\ls.JEI:l~C~~~ ~/rnat"".ttU.t"h8s biten~~~1ld ~,~~~ ,,'
reYiewecl and approved tIlnlugh the JEDECCouncil Iev8I arid su~~1l!1y
reYiewecI andapproved by the EJA GeneI1ll Counsel.

. Inquiries, comments, and suggestions relative to the content, 01 this JEDEC
Standard shoulcl be eddressed to 'the JEDECExICUtIveS8cretary at EIA
Headquarters, 2001 EyeStreet, N.W., WaShIngton. D.C. 20006.

.,' .... '. " '. " .:' ,,- > '-.".0 -.:" ""<.,- ', .... , .. ,,_,', .... ,...:': "'" ;:'.,...., __,.",',;. _, ..

JEDEC StandaJds are designed to IeMI the lUlIe' ~Iterelit 1hnIugh elminaling
millundenstancI, between 11111/1118ClUreIa lIIlCI purchlselll, facllIIaling
1nIerchangeab111ly and in4Mowment of flRlI*JctI, and 8111iB1ing the pulctnnr in
nleclilll and~ wIlh INnInum delay thepoper pnxU:l for his patlicular
1IIId. ExIiItence of IUCh8tanlIardB IItlaI not in lIllY I'IIJlIlCt precllld!lanymentleror
nonmentler 01 JEDEC fnIm marIlIacIurlng or aelling ptUCb:llI not' coillormlilg' to

,,1UCh StaIlllllRlB, I'IlIrlltlalthe IIliIIIIICI oIlUCh StandaJds,preciude their YOkIr\l8IY',',
use by Ihoae 0lhIr tNn ,EIAIIIIfl1blInI whelher the StancIan:I is to be ulld ellher '
cIomeIltlcalyorIrHmalionaIIy.

, , JEDECStandaJds are adcptedwlhaut r8gan1to wheIher or, not their adoplion,may
invoive patents oralllcills, materials,orplQCesslS. By such aclionJEDECdoes not

8ISUmI any IiabiUty to any patent OWIIlIl', I'IlIr cIoes II 8ISUmI any o,bIlgat,lon
whatever to parties adcptlng the StandartlB.·· . ",.' ..,

The lnIonnalion InCluded in JEOEC ,Standards represents a tiound appioachto' .
prockICl specificaIion and ~n, P(oIiClpally from ~, 1lOiid" ,state device, ,

. rnanutllClurer viewpoint. WiIhln the JEDEC OJg8IlizatiOn tti8re are" procedUres .'
.wtllll'ebY,aJEoEC ~may,.II!~tynl!!rJ!~!Sf!~and UIliIllllt8!Yb8eorne an

, EIAStandard. .'. . ..
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~~ Engineering Publication EP-7-A August~ style Manual, Ea ~:

K3.4 Patented Items ~ Processes

Avoid requ:l.:t:~E!lJts. :l.~p;f-Aflt~~4~.rdsth!lt:<;~11.~ql".. \l~e of~"l'atented
item or process', NoprOqramstandardfzatian·shallrefer·to· a patented
item or process unless all of the technical information covered by the
patent is known to the formulating committee or working group, and the
committee chairman has receivedlir:l.tteIl~?tPJ:'ElBBil;mfJ:'<:lJll,1;/1epat.ElI'\1;
holder that one of the following condition prevails: .... .'

(1) a license shall be made available without charge to applicants
desiring to utilize the patent~or t.hE! ;purpose of implementing the
standards, or

(2) a license shall be made available to applicants under reasonable
terms andconditions·that are demonstrably free of /lny unfair'
discriminations . .

~ Refe;r,,,getQhtentet;JproductsinmStapdards

Requirem$ri~,. iri:E.!A~~~nd~rciswl1:iC:h.:call.fr:Jr .·.t:h.~,I1~13 .of pa~ElIJ~ed i t_
should beaVOided.No.prOgr~mof.~t~ndar~izat~o~sh~~lre~Elr~oa

·····~;~=~~a~lli~~~:ai~~~!c~~eFe§n$Dt~:j;~*~~¥I1~i:t:~5!n1l1~~2hi~IJ~BiiiiI!~~El ····k"
committee. subcommittee, or working group. The Committee Chaimn must
also havEl.l:'eceh'ed ~...~ittell e?tPressionl f.romthe J?lltent h()ldEll" that he
is willirig:'6 olicense> applicants under reasonable"tsrms , and' 'cond!tions
that are'c:ll!Jllqnlilt!:'ably ,'·frEie of any unfairdisc:rimination.Adc:litionally,
when a known patented.i,'l;~.i,srefEl!:,red tq :i..n~EI~flt.an4a!:'4,acaution
Note, as outlined inlthe Style Manual EP-7, shall appear inlthe RIA
standard.
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.. MULTI-CHIP MeMORY MODULES
The following standards establish pin assignments for a ~·ofn10~ipl'llOdules. The
padalge cor11iguralions and dimensions.are as defined in JEDEC Publication 95. The
modules will nonnally be made using surface m.. 00.nt. deVICeS..... d..escn.·..bed.... i.n sedi.'0.n...3 of this
standard. The initial standards were for DRAM. rnodulecs. ~t!he ~ince. thepublicalionof
Std. 21·8. a standard for a family ef SRAM rnodulecs~1)e8n appro,v9l:1' Injldqltion to me
device standards. there is a standard that addressesspec:ial nomen¢UJlurerelated to the
mocIulel

."

.tI. .1

..
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4.1.1~

",.~ of....~ Isa"'~h. format fat.~~ll'hic:hd~lhefonnalof,8, , •nu_WhIdlI8 ." 8rCh1lec:lUl8l _: iplloft of rnuJli.chlp memilIy ITICldUIea. It Is intanded a be UHd Willi'
bulllOl N8lI1cl8d a IIlOCluMI mede wllh DRAM deYic:ae. '

4.1.2 Nu.~ .,,.~.
1M d, I ,lplIoi, numIIer~n8lIa ..."'" of 8 IItIklII wItIllefllrm nnSCc~~Dalpp.... : ' . '

m"lhe~of 101 '~11UdInaI ~ : ,iti_ on lhe module: 4;5.'8. 9.
II ilhe nUmboir of...onlhe rnoduIe -.s - ~..adaubie·,: S,D
cc.lhecapdyoflhe_y chip aIIIl8d In __ of lhe 10;(2)oflhe "i =ty JI,e.~.
"'!ft\ber~,8':l,; "bi!II~fatlhechlp): 16.18.20.22
btl • lIlenull'lbel'ofdalll bite Inlhe 11I_faca: 1.2, •• 5,. a. 9.10.1,7
D .lhed8llii_~~._. eeper8t8. a 1Yixed: C. S,M
1r,II! ~I!U/Ilbel'of~ "~ _1og(2) oflhecapecily:18-,26
I.~ i"'-': P .pn. E. edge c:I8I'dCll:l\lI):p.
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number, and information regarding preciselv

how it may relate to the standard being
developed. Further, to assist in international
standardization. a standards developer rnav
deem it appropriate to encourage the disclo
sure of relevant unexpired foreign patents.

Similarly, a standards developer may wish to

encourage participants to disclose the
existence of pending U.S. parent applications
relating to a standard under development. Of
course, in such a situation rhe extent of any
disclosure may be morecircumscribed due to

the possible need for confidentiality and
uncertainty as ro wherheran application will
mature into a patent and what its claimed

scope will ultimately be.

B Early Indication of a Willingness to
License

It should be reiterated, however, that the
determination of specific license terms and
condirions, and the evaluatio~of whether
such license terms and conditions are reason
able and demonstrably free of unfair discrimi
nation, are not matters that are properly the
subject of discussion or debate at a develop
ment meeting. Such matters should be

determined only by the prospective parties to

The early identification ofrelevant patents
.should also increase the likelihood of an early
. indication from the patent holder that it is
willing to license its invention, that it is
prepared to do so on reasonable terms and
conditions demonstrably free of unfair dis
crimination, or that the patent in question is
nor required for compliance with the
proposed standard. A patent holder may have
a strong incentive to provide an early
assurance that the terms and conditions of
the license will be reasonable and demonstra
bly free of unfair discrimination because of its

inherent interest in avoiding any objection to

the standardization of its proprietary tech
nology. As a consequence, patent holders
and prospective licensees would be provided

greater opportunities to negoltialteacc.,epl:able
. Ticense terms. .••....... .·+,iw.. •......

III Possible Procedures for
Implementing the Policy

A Early Disclosure of Patent Rights

Experience has indicated that earlydisclosure
of patents is likely to enhance the efficiency .

of the process used to finalize and approve
standards. Earlydisclosure permits notice of
the patent to the standards developer and

ANSI in a timelx manner,g()videspa~tici

pants the greatest opportunity to evaluate the
propriety of standardizing the patented tech;

nology, and allows patent holders and
prospective licensees ample time to n~goti~te

the terms and conditions of licenses outside
the standards development process itself.

Accordingly, during the development period,
standards developers may wish to adopt pro
cedures whereby one or more requests are
made to participants for the disclosure of
patents that may be required for use of
standards in process. Such a request could be
made, for example, by including it on letter
bailors used in connection with the develop

ment of a proposed standard. Alternatively,
other means could be adopted so that requests
are repeated throughout the course of the
standards development process - e.g., by a
semi-annual notice mailed to each participant
in the development process or appropriate
working group(s).

This is not to suggest that a standards
developer should require any participant in
the development process to undertake a
patent search of its own portfolio or of any

..........orher.Theobjective is.to.obtain early.disclo
sure concerning the existence of patents,
where known.

A standards developer may also consider
raking steps to make it clear that any partici
pant in the process - not just patent holder
- is permitted to identify or disclose patents
that may be required (or implementation of
the standard. Generally, it is desirable to

encourage disclosure of as much information
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Thus. ifnotice isgiven of a patentthat may
.be requitedforuseofan alreadyapl'rOved
American NationalStandard. a·andard \
deve\opermay wis!1 tomake it .leai"''itS I.
participana thu the ANSIProcedures

.1eqUire thepatellt holderto provide the f....~
_ contained in the Patel\tPolicy
or IUffer the withdrawal ofANSI's .pProval
Of the andard u .n American Nalional

..Standard.

---'

IV ..... COnclu.ion'··

.ci~~~ ~IOI'!"enlisoften.till1e
~ming andde.~ cOl)Si~erable effon
byth"" panicipatingin Ihe precess, In
~e\ds.~tlll8~illvolve the~ ofpalelll~

• .. 'iechn"IOlll'illa:~, Iherefore, It is par·
'f,li~~dYill1!!'!''1',lIttha.t • patel\tholder~

WillingzH,a and intel\tionrocomply with
ANSI" PatelItPolicy be~in~ ..1lIll!'
u pQUible. tlolni so, however, does nOI
requi'"""1l'icipanlSill s'1'lld.tds development

.:,.'::~~~·.;mee,t~:~,~-~e·mvol,,\',e9ti_~',n~gO.t~a~il.'l
· ••. ,he I';"';and~it~ of, """,iblehCCllR
."'",ilh the patin! ~~1<!~r. T"the~9~tra;y, ..,Mt

· .~~~th:e~ of~tiveP,.?;~,:,!,",
u '''es!.,...a,fI!~ Il\~~.....oding~th:e
· -: Pat.itt~Cl1icvll\4.to fob~ compU.

....ewith1t. .. ". .

C ..1111....nllrDlna"," PIItenII
BY ill mms~ihePatentPoUcy.PI'lieswith
~flHCe rosilU8tionsinvolving (I) the

e discOw:rv ofpatel\1S tha~ mayben:quited for
...... of.·andard suboequent to itladoption

and (2) the initi.l issuance of. patentafter
adoption. Once disclooureis made; the
holder isoblipted eepIOYicIe the ......
_IllANSI u 8It! requited in sma·
tioIlI where patelIlS existor areknown ptlllr
ro__Of. piopaaedstandaItl u an
"'..-Iron N.rinn.l SrandaJd..

IIshould aGO'll!'emphaSlZOQ mal, lllXWllll

Il8tldlnithe incentive forpatel\t holden ro
iJldicate anyearly willlniness to lieetue,it

, may 110<bepoIIlble forpoteI)tialpatent
holders rolive such an assurance until the
mndanls development plOCelS hu reached •
relatively mature stili' II mightbe that only
at that time will the patent holderbe aware
that ilS patentmay be requited foruseof the
proposed standard. Thisshould not, however,
preclude • patentholderhomlivlni an
auurance that if io patel\t isrequited for_
ofthe standaItl it willlicense on reuonable
tmIII andconditionidemonstrably free of
unfair disc:riPlirlation.

Thus,standards developers maYW~hl0adoi>~',
procedures that would permitand encouraie.· .
Iheearlyindication bypatent holders ofth~~ •...
willingnesS to comply with the Patent PoliCy': ..
bypnwidlni oneof the assurances specified"...
therein. Suchencou~ment mighl~e the
formofsiinply advtSlni par\:iCipan.. in. the
develop1llenl effonthat assur&nCeslll8Y be
maa••lan·earlystage. explaining 1M.dvoni'·
rages ofe.dy negotiations, or thtoughother
means. Whi1e partIcipanII in the standaItla
deve\opllenteftOtt IIIiIbt COIlIlder. reNoal ro
priJvldO _ (or • .m.sai rocanunitro

.,c1Ctiac,ePQible ~iiiiieriniandcondj: ...
Fdon.)u ......IlIUorfavotingan.ltemativ. .

ioChnolClll'. the patefttholderilOnlyrequilOd
roplOvide -.ranees called forbythe Patent
Policy priorrothe 6nallpprovalOf the
pWpoied·standaItl u an AmericanN.ticmal
SaUiiI8ld.
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INTRODUCTION'

2

Many efforts have . been>made in 'manytechn:lcal fields for

adopting technicak standards (defined to.' mean the standard .made

open as such for free use in respect of specific technical items)

for the ;purpose.of'5securing"mutua]: communication, compati,bility

.of means .of record' reproduction, ',and' .interchangeability of parts

and so on. The technical standardizationds' promoted in many

cases by an expert committee organized by the international

5tandardi'zation committee;0J:'an industrialas50ciat.ion>c.oncerned.

As .the; . technology to be"standardiz.ed be.comes ,highly

sophisticated t the c;ases;that could not avo.LdrconfLdc't.s with.s.ome

.patentsand; .onhez intellectual property rights . I (IPR) ;andL :the

nec;e.s.Sity ,for appropriate. arrangements i such .as licensing of"the

IPR, is on the increase..

;!l'his' .papez. wi Ildeal3with'how stand1ird~zation' "organizations

treatthe.IPR;in th.ec;ourse. of,.,searc;hing for and deciding on the

j;;echnical ;standard. to;beadopted and, how pro.videJ:'s of the lPR

<tOespond., .toj,the ;request;forit~

,Chapter.l ,will·· deal' with guidelines of.several

standardization ..organizations fortreatmenj;;.ofTPR,asthey lare,

and their future trend.

,.Chap1;;er· 2;"will report,f.basedioni information obtained from

questionnaires completed by license division. of meinber

companies. of:.. PlPA ;Japanese.groupj 'how'.thesecompanies; have made

,their lPR available>according'ito the request of'St'andardization

organizations/"and . how above <companies, whether.they, 'had

.experienceliof"making their ,·IPRavailable.' or. not, would. respond .t.o

future ,requests;.from "standardizationi :orqanf.aat.Lon.. for •.>m1iking

their·cIPR:iavailable.;"

.( Part excludedifrom. of,this 'paper)

AS a.meansof .. acquiring;the market leadership.inrespec;tof

a: certairl;technicalsystem~·;a group of.companies is ozqandaed

through licensing. As a,result/.the.technology adopted. by. the

majoritybecomes the standa:z::das aimatter.of,fact, (this type of

;s'taIidard, C" is'..called' ,}'de facto, standard,'b)v.'serVing ;i:l$ La r:a.nother
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pattern in which technology is standardized. The proc.essof

standardization in such manner may be of interest with

particular terms and oond.i,tionsoflicensing . Nevertheless,

this paper .willnot.dealwith. such de facto s.tandard.

,TREATMENT OF INTELLECTUAL PROPERTY. RIGHTS . (IPR)

BY, STANDARDIZATION ORGANIZATION ..••~~ •. AS"IT' •IS'c'AND

ITScFUTURETREND

Technical standards are regulated to secure mutual

commun.Lcat.Lon.cand maintain interchangeability of products or

parts.' Standardization permits manufacturers to'supplyithe

.productsmanufactured under standardized techno'logyina l"arge

'scale' and users -t.o .buy and make use of these ' products' without

inconvenience.

To achieve such purpose, s,tandardization organizations are

establishedancta'ct as amain player in various techriicalfields.

,This paper will discuss how the IPRi' whichc,are basically

exclusive rights, are treated in the cases where they' relate to

thetechnical.staridards at 'present, and the futuretremd of

,treatmeritofsuch rights, as 'well as our opiniontherebf~:

'1"'1 Treatment of IPR in Various Standardization Organizations

(' ,~~as it· is

In telecommunication technology, competition, however

,active it.. may "be, may 'not cont.rd.but.e..to improvement of public

cenvend.ence-un.Lees interconnectionorcompatibilityis warranted.

cInotqerwords, whoever· the manufacturer of·telecollllllunication

.equipment maybe, and <whoever the telecommunicationcbusiness

among all countries of the world.

Owners of IPR, on the other hand:,. are entitled. under their

respective domestic laws to. the property "right, .by which they are

:entitled to monopo.LLae such rights, and ·.which>may'.not·, be

infririgedeven f9r,Cthe standardization;

"\Inthe .casewhere the'IPR 'is :,involved in a'particularline

:offtechnology,tocbe.standardizedj' i:fcthe alternative linesbf:.the
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o;relEig:t;aphiqlle.. .etTelephonic:Ille '.' (CCITT) " International

!;tandardization Organization (ISO), and InterIlational

EleoctrotechnicalCpmmis§ipn (IEC).

Domestic standardization organizations in J aPC\!1 C\:r=e.'l;he

6eoJ,econununi.catioI!s Technol.ogy-Committee('J.'TC),ReSE:;larCh

DeyeolopmE!n't Center for Ri'l.fii.0 lly§tern§ (RGR.J and.rapanlndustI:'ial

Stanc:ia:r=ds Commi tteeo . ..(JI$C Domestic standaz'dLaat.Lon

8:r=ganizati0!1§ in 1fheU .. S.A. are the American National Standards

IrH,titute. (A,J:ilSI) and Institute of Electrical and Electronics

Engilleers (:FEEE).. Domestic sta.ndardization organiza'l;ion in

Europe is the EuropearL ';l.'eo:!.ecornrnuniqationSta!1darc:isInstitute

(ETSI).

t~c1'lIl()l()gy aI'e available, fltandardization .: win not ..stancl in a

difficult position because we may select one of the alternatives

to g~t .rid of the IPR. :HoweYeor, if the IPRisessential for

development of the . standard, we must consLder how .we could

request the owner of that IPR toprovidEl a license or H.qensEls

and how the owner would respond to the proposed standardization .

.InJaPiiIl, thereiireo .abclUt200p:r=ganizations, excLusi.ve of

minor ones, dealing with the standard. In some of these

orgaIli.z.ati()ns, standarqizationmembers are :r=equested to make

ttl-eLr ()WI1JP~ availiibJ,er()yalty- free amonq 'themselves. However,

some ()~ thE!E!eorgal1izations rnii~eo it a rule not to be concerned

with. treatment ..of IPR of theoir .members ,and leav~sE3tUeomentof

d.i sput.e t.o .their members .

. In ..the telecommunication tec:hnology requiriIlg

intercommunication as an essential requirement not only

fi()mes;ti.cagy- but, iIl'l;e;:r;natipnagy as weB, treatment of the

pp,t.e;.Il'tanfiH'thrr IgR involved inthestandi,lrdiza'l;ipn.A§ ruostly

made..i;ubj es't ..• 'to ce:r::tail1 ...•• cond-l;ti()Ils, eJl\cep,!;. fpr di£.;ferE!IlC:E!sin

terminology employed according to respective s t.andardd.aat.Lon

orgaIli.zatic:>J'lfl., as eoxplainedla;ter.If such an IPR is made

available as may satisfy such conditions, the standardization

():r:;gi,lJ.lizati.QIlrni'l.Y adopt the techn()logyinvplyiIlg thi'l.tproperty to

be standardized.

deaLi.nq with

Illternational

standardization Q:r=ganizatioIlE!

s t.andazds are thE! Comi'l;e Consultatif

Typical

international

I
j

I,
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Treatment of the IPRby,'theseOrganizatiOnsis outI Lned in

Appendix L,

In the following, we will discuss featuresoftreatmeIltof

the IPRby each of theseorganizatibns.Wehopeyou wiTFfiIld

Appen.dix 1 is useful forrefereIlCe.

(1) CCITT(ComiteCoIlsultatif Interriatiomil Telegraphique et

TIHephonique)

Patent pOlicy was discussed atthegemeral meeting level at

its 6th meeting (1976 ) and. 7th (1980 ) but IlO decision wa's'reach.ed

'because of dif:ferentunreconcilable opinions Sirtc:e tllen/no

discussion has been made OIl agemEn:;al meeting lJasis. 'A'docUIneIlt

titled "CCITT Patent Policy" directed in March1984torespeCt:ive

'Study Groups by theCCITTSecretar.tat isoftertt'fmes used as

guIdelines by 'the Study Group.

According to this Guidelirie, CCI'I'T may developl'ts'

t.echnoIoqyinvolvingits particular patent to besta.rtdardiz'ed 'or

zeccmmended if the patentholder(provider)i.s'prepared''toID.ake it
avaIlable;

(i) with IlO pa:r:ticJlar coIlditionsand'a.tIlo rClYClHies;

or

(Ii jon all noIl-discriminatory basis -(.lith. reClsClIlableterlns

and conditions.

In the procedu:r:e:r:equlred for the s'tandardization, the

pateIltholder must submit the stateIllentunde:E(i) OreH) ,.above:..

mentioned; tio the CCITT Secreta:dat. Thestatement-(.lill bem~d~

public: as meeting-related document. If th.e pateIlth.older has

neither intention of (i) nor (Ii), the standardization will not

proceed further.

general meeting, thus HiaviIlg somewhat variances among

respect±VeStudy Groups .AIthough CCrTT requires to its'meIlll:Jers

top:r:Ovidethe information on the particular patent, CCITT

providesnCl warraIlty in respect Of the infornla.tions'ofu:tnished.

Results of study at the':r:espective' Study Groups in respeCt

of treatment of the patent are a.sfollows:
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i) St~ridardIzat.ion in SG(l;;tudy'g:z.·oup)'VIft (Ini:.hl;l·· case of

Tl;lffinal~ forTel~ticSerVicl;ll:

"Th~ technology mayl:>~ stan.dardized .if' the terills and

tondit.iims m~et.:requi!relll.~nt un.der( i)6r (ii)<bft.he Guideline.
It is aisb:t~quired:ihat.<b6n.dit.ion.sl:>ecoozdInat.ed w.Fth>tsO~nd

6t.heFstan.d:ardizati:on .' organ.ization.s .

ii) Standardization of 32KbpsADPCM in SG XVIII (ISDN):

Respecti:vet.elecolnmtin.l:Ha·t'ioris l:>usin~ss~s;i:lciInes tie: and
inteihat'ional, arerecl:ui:r~d t.o submit. a st.atem~nt·~~p~:t~t.ely in

wI'ihneJ;' to the CCIT'l:'S~c:r~tadat.irt:resp~Hof ·t.r€latlll.en.toft.he
pat.entirtv61'ved.

Sub!jectt6aproviso r~~d:iI1.g'"solely for the pu:tposeb:E rise
t.he:t~o:f·\\Tith t.he 6hserVan6eof 'the sti'l.ild~:td:,;' arid 2dndi..tidrred
upon.··t.hef pat.ent.··l:>eihg'madeav'aTI'al:>I'eorr ~:t6ya.IW·:f:ree'l:>~si:s);'tlie

statement requires as condition of implementation;

faj'ht.eht.Hold:er (pro'l7Id:erji x~h~npi:-5'17Iae~roy~lrtYiree
"I'icense;,

(b'j"t.l1epa.'t.ent right.· shall' be:p~teni:.s 66'17e:ring ':i.Ii'l7en.Hons

essential to the algorithm, the use of which carmotbe
avoided (wl1atever the impielll.ent~t;ion.(in '6f-d.erto adopt
to the standard); '. and

(c) the user who has any patent rigl1t(appHcahlet.othe

stand.ard) shall provide a royalty free license to

Pa ten.tHolder (provider) XWithin.tl1e'silll.ilkrl;;tbpeL

Although the license is provided on a "royalty free basis, a

license must be negotiated individually between the user and t.he
pa.t€mt~··Holde'r· (provider)":' .

iii) Standardization of 64Kbps ADPCM in SG XVIII (ISDN):

It.'Wasagreed:in.:respect of>t:tea'tmen.tbfpai:.ehfs that the

chairman a."t. the Study Group shall. direci:.iy cont.'act.possible

patent holders involved in the standardizatiOn w110"lIlaybe withIIl

or outside of experts' meetings.
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iv)Standardization of.G;3 facsimile in (.thethen)SG Xlv::
'-','. .. .. ...--:.. .,' " .. : ..: ...., : -' .'..: "..,': .',._ .. '.'," ".......;-.., ':','.,",' .. -.', "_...,__ ..,....,_" ,'__ .. ,"" .•.'- :c_ ,,- .'"",.'.,,",,. ,

No definite arrangemen.tsarein >.e;t;.fect itt, reSPect of

F-.reatmeo;nt of !?atents It~pnote\l7ortl1Yctha;t.a) .:TCI,PCl,n.eseo;patent

holder in 1979 made a d,eclaratiRtt of .17"RyaltYc.free> disq.losjUJjeo; of

the technology in thetwo..,dimensionalco,(:ling. scheme of G.3

facsimile, which was standardized in .1980 as Modified Modified

READ system, showing prompt progress.

p> ISQ (:rnternat.iRn.~lStandCl,rdizcrti9P.9rganfzation)

TJjeAtmElnt 0:t:patents by.:rpO iiS basiqallY,similar to. that by

FCITT ,eo;xcept ..that non..,d.i.scrimina,tewcon(iitions ,applicable t.o

users is not described clearly. The patent hoLde.rts state>me>nt

.Ls keptb:ythe central se>gret.aria't, Any member!?JjRPosing

;tEl<;:hnOlogY for. stan(iArc:i.i.:i:ati8tt .. iiS . required to PAl'" attention to

patents .and :similar pro,pertyc)Jj penc:i+ngJ?atentapplicati0.lls. known

worldwide.

There is a comment that, if, after the standard is

di.s.c+psed, impleo;meo;ntatio,.llRf patents is f ourid to be unavailable

on reasonable terms and conditions, the case will.pe .ret.urned to

Fhe s);ta.lldardizA;t.i()n c:oIllIllittee> for iStudyof nEl(;epiSaW;,ste,fls to be
taken.

ISO require to its member etc., to, fur.llish. Lnfozmat.Lon on

patents, but ISO provides no ';w'arranty in re>spect of the

info.rmation so furnishe(i.

(.3JIEGJlnte:rnat..i,0naLEl,ectrotechnical Co~ssion).

Treatment of patents by IEC is similar to that of ISO. It

must. be noted that. if,. after·tl;le teghnolo,gyisstandar(iized, it

is f ound .. that some !?atent involyed . .i.ni the;technol,0g:YcaIl.llo,;t be

returned to the committee for study necessary steps to be taken.

(.4)'I"1'F. (TeleccnmnunicA;t.ions Technology Ccnmn.itte.e} (JaPCI,D)

Treatment .of flatentp b:yT':['C isyerysimilar to that by

CCIT':!.',e>xce!?t for .the.follo\l7ing ~



(''''f'' Norl"-llleIDbers· are a.lsoentitledtolllake declarations (to

TTC) in ;respect of 'industriaLprope:rtY' rights they

have,

(iv) 'Copyright shall Be excLuded and left to the future

study:

8

(i) Technology; may be standardized if the property holder

(.provider) 'selects .either one. of the following:

".Thelholder shall not assert.any rights in

respect of the industriaL propertY'right LnvoLved in

the technology to be .. standa:r:dized,' and shall grant

license on the industrial property rights

unconditionally to those usingTTC standards."

"Upon making clear details and conditions of the

particular property involved in the 'technology to be

standardized/ the propertyholde:r:shall'grant a license

fOr impleIlientation'of·the industrial. property rights

tothose',usirlg' TTC'standards onanon'-'exc:lusive basis

.. and on"'reasonable terms 'and conditions."

'(Ti) Intliec:oUrse of standardization; a statement on

licensing of the patent shall be sublllitted to the TTC

chairman.

(iU) If any btherJpe:r:sOnusing the''1'TC stahda:r:ds6Wiis>artd

asserts rights in respectto'itsindustdalprbperty

dgh.ts, .' the p:rope:rtyJ hOlder'(p:rovider) under ( i) may

exclude such other pe:rsonfromthel..'licensing.

,(5)RCR (Reliearch s Development Center ·forRadio Systems) (Ja.pan)

Ih.crespect ·of ····treatment' by··'CRCR of 'Ihdustrial Property

Rights" ( IPR)·' d.nvoI vihg .standards)' "'to promote the RCR'Stahdard

for universal use, it is desirable that the . Essential IPR

(Indust:ria1WropertyRights) which relates to' any or all parts of

the corrt.ent.siof theRCR Standard. should be used free of charge by
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anyone and that it would not block the use of such Essential IPR

in any other country where suchan RCRStandard' is adopted."

For this reason, RCR has issued the following guidelines in

respect of treatment of IPR.

According,to.the basic·guidelines, thEltechnology involved

shall be standardized if the Right Holder of· Essential IPR elects

either (i) or (ii)below;

If the·RightHolder;

(i) agrees not to assert suc:h Ee;e;entiaL IPRand to grant

a license unc:onditionally for'use tof such Essential

IPRtoanyone who usee;. such RCRStandardj

(ii) agrees to grant a . non~exc:lusiye,. and 1'101'1-

disc:riminatory lic:ense for use of such Essential IPR on

reasonable terJ!lSand condLt.LonsEounyone who uses suc:h

an RCR.Standard.

When the Right Holder does not agree to either of the

aforeIl\entio.ned.alternatiyesreferrecL.to,i in, ,eiJ oz. (ii)., the RCR

Standard shallIlot be issued.

In add.Lt.Lon , .Work,ing "Guidfllines ilPplicable;to .the above

mentioned basic: guiciel,inesare"in,f0J::"C:fl, It says , "If the

holder of Essential IPR (this relates only to those holders of

Ee;sential IPR who select.edSection (i) of,the Guidelines)

requests a lic:ense from the holder of Non-Essential IPR to use

such Non-Essential IPR in the system in Japan in c:ompliance with

suc:h an RCRStanciaJ::"d,suc:::h a holder of. theNon~Ee;sential IPR

sha.IL. pay due consLdexat.Lcn .t9the fac:tthilt such a holder of

Non-Essential IPR rec:eived a royalty free license under the

of:liIon-Ee;e;entialIPE .: shall therefoJ::"enegotiacte, in goodfaithwit!;l

such ,.a" holde,rOf.Ee;e;ential,IPR for suc:h,lic:ense,s,'onreasonable

terJ!ls andicondd.t.Lona.q inc:luding royalty free ),so that. a; mutually

acc:eptable'agreement c:an bereac!;led."

rt will be noted that, prior to other standardization

organizations" .RCRannounc:ed, in' 'respect .0fNon~Essential IPR

owned by others, that holders of Essential IPR should be entitled
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to ·use,ofother'Non-Essentia1 .. TPR" on reasonable terms (and

conditions.

(6) Treatment of Patents by JISC(Japan .(. Industrial,Standards

CODfuiittee) (Japan)

Treatnient of patents (byJISC maybe summarized, as follows':

(i) Provisions applicable to products relatiedto patents

or utility models will· reqliLre c6nsiderat±6h'sO that

a particular member or members wEn not be

discriminatively treated and, as condition, be

discTos~dOrireas6nableterms arid d:mditions;' .

(ii) lnternational or principal foreigri techriicalStanda(PdS;.

such as ISO and IEC, will be investigated and, with due

reference to them,thestandardizat.ion'tb be -adopt.ed

. will be internat.ionalinsofaras possiBle, and in

consistence with the actual circumstances.

(iii) With<pespecttOpOrHorlsV.tolatingpatent.s, specific

notation will be made as "Reference" in respect of,

a:Il\o!igOther things, the patent number, pcrtions'of the

patent adopted andpublicationdate<of"the< patent.

(7) ANSI (American National Standards Institute) (USA)

If the right holder furnishes its property royalty free,

t:Ceatnient(Ofpatertts by ANsI is sImilar 'tb (I) of the CCITT

Gtiidelinei., with the except.Lon th.at ,whfl'e '( the'PIght< holder Is

required to disclose the information on reasonabletEirmsand

cbnditibrts ,ther~ Is no provi.sio!is:i::~qllI:i::.i.nghi. disclosure to

users on a ribrt-di.scrlmlnatEi basis~

In addition, the right holder is required to submit the

sta't~IIIeht P':i::.i.ol:: to <~Elrmissionoftile ~tan<:lard, and

are entitled to inspection of 'the s'tateml3'Ilts insto:tage';

As b~~icappr()ach, ANSI <:Ioesnotgo i.nt()de'tail~of the

t'ebns and condltioris of the a.greement,leavingleewaY to· the

right holder.
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LfS') "TEEE (Institute. of Electrical and Electronics Engineers)

(USA)

Treatment of patents by IEEE is the same as (il and (ii) of

'CCTTTuGl.lidelines; In"addition~in respectofthetec::hnology

involving standardization, the members are required ,not to hold

andtdoe's not anticipate holding any United States patent •. Also,

the right holder submits the statement in respect of patent

li:censing to,:I?EE.E,'

Ifth,E!' ,. standard requi:res use or. a patent , ,IEEE requires

notice,to pemadE!by statement.

( 9) ETST, (Eu,roPE!an'Telecommunica1::t()ll S1:andardsInst:ttute )

Treatment of IPR by ETSI is basically similar to that by

G(lI']'!'. It <p:rovides tllat:··

h ETSL,members arE!pbligatE!d to license the IPR on

reasonable terms and conditions.

(iil No specific

t.reatment .of

reference is made with respect

IPR helcl. by non.,ETSI.members .

to

1-2 Recent Trends of Standardi~Cltio~?.QrgClpi~ati()~~

. (ii:i) When pa:rticipatingin ETSI, the. member will be

r,¥quired to. sign the)lndertaking1:o.guarantee licensing

on reasonable terms and condL tions and on a

.non-discriminative basis.

what is known as the patent

We will.deCl.l with. this in. the

ETS~ has recently issued

policy,. on a.proyif5i()~Cl.l ,basis.

next; -. section.

J1JTrends of Stillldardi.zation and IPR aJII()ng J"iipanElse

Stillld(i;dizationp;gillliza1::i0ns

rn the following, w:ewilLdiscuss the .trends of 'l''l'C, RCR and

JJSC, eachiof which was.re;fE!rrE!dto in. 1.,1 (4), (5). iind.(6)

respectively.
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,i).'l"1'C

Objective of TTC is to make and popularize,st,p-n4p-:r:<:lsfqr

connection of telecommunication terminal of Japan. Due

.considerat,ion.is given," as the'.. basiqpoliqy for,stan4aJ:'4ization

activities, to the making of ,benefits.p.vailable"oI:l..anE;!quitable

:basi,s.to all interested parties • ,While CCL'l''l';imakes it an

objective to promote the international telecommunications

smoothly, ,the" 'standardization activities:of "TTC observ.e .the

international standardsasits basic!policycin >support;·:of.the

activities:of:CCITT'Withthebackgroundas;i>t(i;tedabove, TTC

makes the industrial'property;rightJsubject, to: standardization

'only 1'£" :suchpropertyis' made 'availa,ble,e.ithe.r unconditionally

or onreasonab:te terms., and conditions and on a>non":'exc:tusive

basis, as mentiol'ledbefore

',Although "TTe· has been,'o:rganized.·,'as,;· .a . ,standardization

organization for connection of domestic telecommunications

network,'TTC cbnsidersit necessary to -, ,;cooperate with

standardiza.tion organi:.,ations of £oreign.countriesto prepare for

itself for ;internationalizationof the industry.

ii),rRCR

RCR basically:prefeJ:'s'making, EssentiaL.Industriaj, Property

Right 'available royaltyfree" ,But;,,"; it;isiprepi3.J:'edto'respectthe

industrial property rights,', by> standardizing the, technology

.LnvoLvedorrcondftionthatthey.:are made; availa.bleon.J:'easonable

terms and conditioris. Accordirigto its WOJ:'king: guidelines" in

particular,RCRrencouragesia'third,partyto,whomEssential'TPR

has been made available, to make available to the ho:tder'of.that

Essential IPIl. 'in. 'turn any 'Nol'l"'EssentialIPR whiqh,tha.t third

:industrial property rights;

iii.)JISC

As previously stated, JISC makes it a policy to review and

adjust its.·'treatmEll'lt ofpateritsandothe:rIPRTriacqordance with

movement; of internationaL standardization organizations •. Ttis

'expeCted, ··,·that'paten.tedtechn6logyremairiJ,bas icalJ:Y"unchanged"as
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long as the patent involved is made available on reasonable terms

arid 'colldiEolls.

(2) Trends 'of Standardi"'a.t.i.otr and ." IPR 'a1IlongFore.i.gn

StandardizatiollQrganizations

In··'contIia·stwith·.the movemerrt: of,·.·'the·';standardizatioll' ill

"Japan,' there .are ·.·somecountriesand companies<which hoLdrtihat; ·the

IRRshould be'gLven ..pribrity to'stalldardi'zation.,Lnasmuchc.as

business ,·activities.are.basicallyon .a free; competition basis.

III otherwo'rds'} some businesses even regard technology of their

own' -aa de facto s.tandardsi based,ontheirIPR app.lLcab.l.e.rt.o ,.them'.

Apart from ., such- . extreme cases,: . the trend.o.f .. intellec.tual

property' policy as it relatesto.standardizationma¥.g.enerally .oe

classified into two, as discussed in the' following ..

·,One,wil'l·,be htoallow .. theIPR to.a maximum'extent. possible,

as. :is the case with ANSlill USA.. ,The other will be to restric.t

the, IPR'fo.r, ,standardization, ,'as in .t.he case of" ETSIrinEurope'.

i) ANSI

Standardization systems in USA are maintained with the

consent of p&rticipants. It is ANSI that serves as coordinator

among the' participa.nts ;·.The 'patent ;policy :of" ANSI is to

safeguard patents" and to formulate fair,' balance "with the

,Anti-,trust Acthand other related/laws;;;

The -pat.erit; policy of 'ANSI: "gives ·the'largest i freedom

availablEL .tio participants in the standardization,prpgJ:am and

,exercis,es .t.he minimum c:on.txolnec:essaJ:Y.. This:is,c:onsidered ;t;he

best in ,USA.

ANsI"makes it a rule, to recognizEl the13tandard adoptee!, in an

invention agrees to licensing the,J:eof,' J:.oyalty fJ:eeQrin

consideJ:ation of a J:easonable amount of license fee. ANSI does

not involve itself in decision of the terms and conditions of

:the:1icense agJ:eeJ!lElnt.

rnotherwoJ:dsi an'Ol:'gan,i2:at.Lon member, may appLy. ciiff,eJ:Eln,t

terms andcpQditipns, of,licensin,g; accoJ:ding ,to who theotheJ:

,Pal:'tyisr cis,n,Pt:;fElq:qifEl,ej,,·tP ·ciisc::1Qse,teRlls 'and c:pndition13, of
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'ArtYllt.a.ndardizati'onpromod.'8n' membermu~t;pfoihpiiy'ciisclose
IPR,"'e's'sentia'l' to th:e·standard,\oI'hich.i tiha'y·'ha.'liE:i . Th:ep'iiteiiteE:i

must !ldHse' ETSI of the b:roacl.e13t.ter'ihs and 'c:ond'fiti8rifi af'forda.bi\;j

for licensing. Negotiations thereafter may result in a

royalty free license.

It is noteworthy, from the viewpoint of ihttire tr'eatniE:iil:t of

tlteIPR; thi!.t ,alth.otigh. sllbje-ttt'<:> review aftE:ir ac:E:irtainperiod

(i) the license' fee must be fair andreasoriab:1e;'
(ii) the terinsand condf.tdons of the liceh'se ' must ribtbe

discriminatory;
(ii'i)'the patentee shall' riot· require iot:her""terIns! and

c'Ondi:tions, such as knbw':'hc:iw,' in :"additio'nteVthe
',. license fee;

lV) the license will be applicable ~il:lY to products made

in that particular territory.

14

territdqisr'E:istrieted .'

relate

ii) ETSI

ETSI has·orgarii:zed.: iIPRc(tIl.teD.lectual· pr'op'erty' Right
Committee) t.6 deal wi:th ±ssues'onthEiIPR,

. According "toi:t, 'as 'lic:ensing·requ1:remel1t.sdf' 'a
st.and'ardi'zed 'patertt;

'th.e:1ic:eiise, all.Ci'ihay in<:iudepE:iiiCilng ·pateHt>1fpplicat£ortll.' . The
'.ltlefuber 'is'C::j]:>llgated to notify"ANSI of th.e· 'teb!is and conditions
of the licenses and number of liCeri's'ees'.'/5· ......•.

There remains a question as to whether a territorial

stahdardizatiortorganizatiori like 'ANSI ·'hasthe>powert.o 'require
a ·license ·ofa'foreign compaIl.iies ~h±c:h'isnot it'snlember';:
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,C;ONCE:PT OF COMPANY ,FOR MAKING INTELLECTUAL

,PROPERTY RIGHTS (IPR) AVAILABLE FOR

STANDARDIZ1\c'l':rON

'"As "p.iscussedin Cha,p;t,er"l, technica,l stal).gardi~!itionis

positiveJ.y g.eaJ;t ., wi1;h, ;th:r::OHghqrgi,inizations maintained for the

particular purpose of the standardization, in many technical

fields.

Propo;;;a,],s of .te.chnical standardiza;tion to the

standardization organizatiqn,CilthollgJ?, in ,the capacity of.. its

members, are J"!IOl>tlYl:>ase~ionre,sults of developments .ach.ieved by

them, and necessarily involve treatment of relatedIP~.; :i::f;,any

IPR involved in a standardization project is held by somebody

other thal).c;the:proposeJ:", ", the s t.andard.i.aat.Lon organization will

I:eqJle,~t1;he hO:).gef of that .IPRtq, ma~e' it Civailable .

When proposing a standard to a standard.iza,1;ion organization

:OF whenJ:"eque~;t,edby,as:taIldarciizatipn orgaIliza;tioIl. fprIPR, the

folJlpaIly ~.ill,:rleed.jUd~en;t ,eMteria ~hichsholllci,be different

from that for general licensing practice. In what.circumstances

.gq;the<coIllpal).ies decide 01). making. their. PCiten;tS gIld other IPR

available for standardization" and. what conditions do they

consider when making the IPR available?

Ffom. thisP8h;t 9fyie~, the foll.owiIlg represen1;s. reslllts of

9Hest.iqnnairescOIllpleted by member ofcompaIlies of PIPA Jiipanese

~foJl.prvreJ?,ope youwi.Ll. fip,gAppengix 2 is useful for reference.

2-1 Makeup of Questionnaires

pr~l?esf?:r9Hes,tioIlna.ires:

Objectiye is to find out how1;he l.icens,ing division.react .

.identif.icatiol). of ,the cat€lgo+y 9:f;1:>:Ul>iness.

Standardization by standardization oJ:"ganiza,tions only,

A request was made to those companies which have ever made

available their own IPR to others for standardization (Group Al,

those which have ever used other's IPR made available for

standardization (Group B), and those which are likely to make
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available or make use of IPR.i.n the future (GroupCytocomplete
and return the questionnaire form. Those which.. neitherhaYl;l made
available or made use of IPR nor expect to so make· available or

make use of the IPR (Group DJ were excused from completion of the
questionnaires.

If a respondiIlg member has made the IPR available.intwb or
more cases, information to be furnished were restrict::Eildto/the

two latest ones involving international standards.
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Group C(17 companies)Group B(11 companies)

------------f( Group D(29 companies) )

Decision for determining providings

,,-, Rejectiorrornon-rejectiorreqai n'st'reqoests'Jrom"anystandatdizih'g-"cir'gahiiatibr''f'ahd -'"
why?

Attitudesfor providinqs andwhy?

Desirable conditions for providings andwhy?

Desirable conditions for procedures andwhy?

032,33:

034-40:

043:

041.,42:

017 - 29: (Contents of

the above 03 - 15 as to

second time providings)

-030,31:

Group A (10 companies)

-Attltudes-for
future providings

"N~rn~,~rotcompanies
questionnaire (86)

rAct~~i';~;~it;~f""'''T''''''''''''''''''''''''''''''''''''''''''''\''''''''''''''' , y..: :

;providing IPR in the 1 [Main Questions] 1 ...... ~ \. j

Q3: Detailsof providing
(organization,technical

fields. target products,
etc.)

04, s:Motives for

providingand reasons

thereof.

06,7,9: Withlwithout

compensation and
reasonsthereof.

010,11: Rates of
compensation

012: Basis forroyalty

calculation

013,14, lS: Procedure,

1 contracts for provldinqs ; [Assume tHijt youyj-ould be providers] ~

ContentsofQuestionnaire,andClassification ofRespondents .'
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2-2 Results of Questionnaires Analyzed!(ReferericE! to Appendix 2)

2-2-1 Details of IPR' /MadeAvail'ablei to Standardizatlion

Organizationl';: (Q3';';'; 11 ;13-15)

(1) Conditions,:forMaking IPR Available:

16 standardization caseS,inWhichIPR Were made available

to Standardization' orgahizations, were classified iriBo the

'following:

(a) Royalty free, unconditional (submission of statement

letter !tostandardiz!ation orgahizat.Lons dnlY';/Withho

!individual'agreements ehteredinto)

11 case (of whfch 4 were int~rni3.t±ohal and 7 domestic)'

(b)!R6yalty freEil,c6nditional (certain'conditTons//or

'individual agreements)'

NOne

(c) Royalty bearing, conditions pending (2 international;

condfdons pendfilgfinal deCisfon!i3.nd unidentifiable)

2 cases

fd) Royalty bearing!' conditional"

i!Z3!!cas~s (2 international, "1 domea t Lc):

are;irivolved!,royaltytends !to necOmef:t"ee. Classifieir intk:rllis

of techni'calfield/theconuih:micat±onstedhnical:f±eld!ha!s', the

largest number of the IPRmade available for royalty free (10 out

of l2)'/!wlthtItbSedn aroyaityfreebasiscohsidered to be

non:":discdmin<ftory1i1hoever the licensees may be,' as'sumabIy

becaus'e!ofthe pubLf.c mat.ure Lnvo.Ived'.

There were no cases in which an agreement was ent'ereci'1hto
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even when the IPR .was made available for royalty f.ree,

(2).Starting Point of Making TPRAvailable:.

A half each of IPR offered by Group A members (which have

ever made their IPR available) eoncarnad toeachofinternCitional

and domesticbrganizations.respectively.

The IPR mede. available by the. request of l;tandardization

organizations was 9 cases (2 international and 7 domestic)· Cind

the IPR made available standardization technology developed by

organization's member themselvel; was 9 cases (7 were

international and 2 Were domestic). The majority of those

furnished at the request of standardization organizations were

for domestic standards, and the majority of those proposed by the

members were·· for international standards·.

The above results would indicate that IPR is likely to be

furnished domestically at the initiative of standardization

organizations while companies are willing to make their

technology and IPR available, showing difference between their

posture toward domestic standardization and the same toward

international.

2-2-2 Significance of Making IPR Available:. (Q5.12. 32. 33)

(1) Reasons Why IPR was Made Available for Use:

Out of responses from Group A, the largest share was

represented by 12 cases on the grounds that the technology was

essential for implementation of standardization, follo¥ed by 9

cases because of priority of public and/or users' interest.

Shares between international and domestic organ~z~tions are 50%

and 50%, showing no difference.

reflect that they so fllrnish essential technology for the purpose

Ofpj]blic: interest. for which .the .standardization is. also.

(2) DifferenceAccordingtoWho.~kestheir IPR Available:

As previously mentioned, for 9 caaeaout; of 16, pr'ov.Idez's of

IPR so made the technology. <iv<iilableas a standard at their own

initiatives.
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34-42) :

2-2-3-1 Compensation:

As previously stated, patents furnished for· standardization

were mostly on a gratuitous basis, with some 30%.:>being for

consideration. The reasons for.requiring.compensation.were

most'iy t:.e±ther·;·,one' t'of ":I\: ·:r:icense·.··should·U5einadeavailable·.'with

compenaat.Lonj" and ',' "As long. as terms '. and conditions are

reasonable, there would be no problem for making the . standards

available for general' use."

With respect to future cases of providing IPR for 'use, 9

meinbers out of 21 i.nGroups Aa.nd<B stated ali:cense should be

availabie with compenaat.Lonrand 8 meinbers' say i.t depends on

cases;' "Responses .t.o . the same· questionnaire by GrollP C {with

In cases like this ,the providers have developed technology

relatingtb the standardsinquestibn,andcancontinueintheir

developments and maintain their shares. While it is interesting

tbknowwhether the sai:dpotentialities hadanythi:(lgtodo with

'thetemsandcondi:tions for the makim.rof. the IPR available ·for

Use {whether royalty free or for consideration), it was only one

IIIeinberthatadIllittedthat it expected continued incomefroin

peripheralpatent.sasthereasonfwhyit furni:shed the IPRroyalty

free, and we were unable to get<further information 'in respect

of'theinterestingquestion.

Unless/the IPR' is fUrnished at the, i.nitiativeof' the

proposer, showing o"f< posture .ofthepartictilar business ,custom

in the industry, and practice of making available and making use

of theIPR in other standardization projects.seem to be the basis

of judgment criteria for furnishing the IPR for use.

There' was an answer to .the questionnaire that .theresponding

meinber did not comply with the request from a standardization

organization for the IPR, on the ground that there were other

alternativeseasi:ly .available and.that 'member' saw "no necessity

:for standardization of its technology. It.wouldnotbe easy to

make a judgment of whether implementation of a particular patent

is essential for reaJ.ization o fva.: standard.

Incentives for ,Making Patents Available {Q'l, 9,2-2-3



2...2;,.3-2 Other Incentives:

,If' (placed 'ina. poe.Lt.Lon .to furnish its IPR for

standardi2:ationiwhlit .else'termsand,conditioIls could theLright

(c) Part,.of.thel·icenseefs profit. :from..the,market.; " and

,(d) In'the: same: manner as., undez general'" license,cases.

Cp)" . PartofL,the cos.tof ;patent 'acquisitionand.mainctenance,

and part:o.fLcostof,related. deveIopmentrsr: and:

(a) Within the •cost, .of: pat.ent .. i3.cqllisitionand ·maint.eni3.nce.;
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likewise.;depend on ,the circumstanceS in which 'the provider of; the

IPRis:placed.

In cases where provider of IPR is products Lmanufacturer to

which " the s candaxd.cd;sappliediJ;;the:manufacturermightLwant to

requirealternativeconditioIls;which:are.equiva'lenttoa royalty

zat.e.: underusui3.1 liceIlse agreements.• ·':The queat.Lonnedres

a'rb±trarily.·assumed· the"followingnalternative. :proposi:tions :for

.pot.entialit.ies ·of makd.nq aVi3.i1able or:ma)dng uSe. of patents

involved '.in s ..t.andardi2:ation) weremostlyt.ba.t it. 1!11lst Pet9r

consideration .

.The.responses in .favoz: .9f .use·.of the·<IPRfor·considerati9n

.wo.uld be indicative of the fact that thevi3.1ueott.heIPR ll\u.St..Pe

r,espected, even for.standardi2:at.i9n •• The. fact.. :.t.hat. the'Ci3.ses:o;f

.Groups·A •. and B·in '·.the·, responseS as c9mbined',are.;mor.e.:thanLthe

s.ase~'·of:Grollp C,;L .sh,ows: the·diftiC1l11::Y gf4ea:t:i:ngWit.b ·1::heLIJ:l~

wi.t.hin standi3.rdi2:i3.tion. organi2:ati<;>ns.

In determining the amount of G<;>nsidera1::i<;>ni.. t.he:r:i;l :'is a

quest.ionofh9w,tar expenaea Lncur.redishould ,be rec.9ve:r:ed. There

will, be di:£f.erent: i3.pproaches; .in"t.'hi.s., ·:r:ega'rd,s.llGh i3.S:

Answers to thequestionna£re ·,are,vari.ed,.aIld .seem"to' be

,affected by such circumstances leading to the decisions of

compandes cfdr·making.the IP):k.Lava'i lable as., were "previously

discussed.
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inclusiominthe agreement.:

(i) A . provision entitling .·th~ provic!.er of ·;tneIePR:ito

terminatethelicense.if;the'licenseeienforce;itsiIPR

.;relating to·thestand·ardi.;zati!orrtechnolo~;J:Y';:"

(ii) A pzovas.i.on entitling ..·theprovi!'ier; o;f' ;the" IPR>to

negotiate with its licensee to enter a cross-license

agreement, if the licensee acquire an IPR:tlratprb'lTider

wouldli'ketohe . licensed. ' ;;C·'I;

',:; (iii) ;Ai prov1.s1.onin:respectof;;;improvement inventiioni:made

by the party makinguse;:of'the;TPR so madecav-ailable';

in conriection'!withI ;standarCiizat;idn!; ·techrn:51ogy so

. licensed (grant back of. liCen'se ··etc. " -: ;

;····Out··of· 21 members;which;;favored;;an;)agrElement to;;be:eritered

into' with; the ;·party.:making..·.·use;.:ofithe ;TPRi;:,12imembers;c preferred

(i h';l31 (ii);;ia!1dlL('iii);;, Tn·.addi;:tion, .there was ;;a·rit:answer

eniggestin:g; a'jlrold; .lrarmlessclauset'Jori Itechrtical Iqlla.li;ty·.

If the provision:llnder',piJ)ds: Imvoked., ';workingof!;' ithe

s t.andaards» .'Wir.l) become ciunstable;and;· confused ..';;Where',a' fully

competitive; marketo ..;pla·q:e';·:i!s organized'/it':maybean .·,unavoidabl.e

approach;' .... Tlreprovision'urider (ii} would ;be;ie;f;f;ectivee frort!'nthe

viewpoint of equitable balance with the prov':i.d·erof'ttlre .illPRj

althoughithererma'y'becasesi in ;wlrichit is dff'ficult to!obtain

consentidfi;·tlre) licensee;

In case,whereprovider of;IPR is!llser 6fprodlldtst6 iwnich

the standard<inquestion dis'madeavai'lable; . (sUGh a's·bservice

proMider}ji;p. in;;;.:cases••;j ;l;ike;;;.thics·,

generally;be .inacposit.Lon to enjoy ·the,jJ:)enef'i.t ;ofithe standard

andidemand. ;fpr extracondition:S,iif:; any; ;worildhe almostin:tl. ;'rn

proposing royalty, consideration wil'l'be 'g;iveni to. t.hevbeLarrce

between the profit estimated as the result of tlre;;'serv-ice

reridered and the development Cost. ·No particll'la':i:<c:omrnents were

ava.ilable 'fromthe;;;completed questiionnaires';>
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2-2-4 Which Department Decides on Making IPRAvailable:

In almost all companies, it is the license department that

decides whether a patent should· .bemade available. In. making

decision·,the.licensedepartmeIit .refers in most.cases to opinion

of departments .• involved in pz-omo't.Lonrofit.eohnLceL standards. It

is the license department in almost all responding members that

makes the final corporate decision.'

2,..3 Conclusion

As was seen from the use.ofthe.TPRmade available free,

the IPR seems to have been furnished for technical

standardization with the. emphasis on-pzomot.Lonof public interest

and" showing. of .the corporate posture .

.Also ,cone of .t1'le .fa.ct.o.rs that decide whether the IPR should

be made available free or. for c:onsideration is.thelikelihood of

inevitable competition in proposal of the standard with

competitors. Incorde",.to.haveyour.ownproposal adopted.as the

standard. inparicll1ar standardization item in the course of

discussion in thestandardi.:iation.. organization,' judgment seems to

be made that..aclicense.will.haveto .benec.essarily. at a. small

amount· of royalty or even oniaroyaltyfreebasis.

Future trend is observed from . the ·.questionnaire data

obtained that companiestendto.make the.judgment on. the basis of

payment of consideration or case."by-case, rather than ona

rOYlilty.freebasis.

With 'respect to incentives to be off.ered other than

royalty, many providers of the IPR require to be entitled to

certain.rights, fluch as the one to cross-license etc.

Underthec:ircumfltancesin which even the provider of IPR

seems to. haveasigni:Uc:ant :meaning. It. is noteworthy that the

RCR committee as standa",dization .organization suggested that

providers of 'the IPR'shOlild be'entitled, to suchterms>and

conditions.

Great expec:tation in respect of the standardization

organization is exp:r:essed· in the free comment Space lnthe

questionnaire form. Activities of standardization organizations



24

in respect of the IPR have been restricted to a minimum and

rather on a passive basis.

In areas where the IPR necessaril:y takepaft in technical

standards, would it be advisable to make.effortsfor introducing

guidelines for licensing te:rms andc:onciitionsinto use. S.uch

guidelines dealing with the IPRwhich include terms and

conditions of the licensing will contribute significantly to

facilitation of searching for anddE;!ciding on proper standards.



COMPARISON OFTREATMENT OFPATENT AND OTHER PROPERTY BETWEEN VARIOUS STANDARDIZATION ORGANIZATIONS

Appendix! (1/2)

,
CCITT , ISO IEC TTC RCR JISC ANSI IEEE

,
ETSI... ,.: ,

Must ~sically"Yes,"if such "Yes'- for absolutely "Yes: if such Wes/ifsu<;h:."
standardization be standardization is necessary patents. standardization is standa.rdization is "
made even when it - jdstifiable on technical . . . justifiable on jU,stifiable0",,:: .
violates a patent. ~ounds. technical grounds. technical grounds.

Statement from Necessary Necessary Necessary Must be received by Necessary Must be received Must berecelved.." Mustbe- .

patent holder the Organization by the by the 1""; obtained in
before draft - Organization Organizatio:1;i advance from a
standardization is before draff' before.~raft participating
adopted. standardizaticn.ls standardization if,:,_ member.

adopted.' adopted.. ..

Conditions of (j) Royalty free; G Reasonable terms Gl Reasonable (j) No exercise of ill Royality free; Reasonable (j) RoyalityJree;' CD Royality':'free 1;.' Member
licensing: unconditional or and conditions terms and right; unconditional or terms and unconditional : unconditional guarantees
CD Royality free; <2l Non- (including conditions. unconditional or o Non-exclusive and conditions. (as restricted to or ,,'.: acceptance of

unconditional. discriminatory; ·royality free"). e Non-exclusive non- the scope of Gl Reasonable ',,:_. license on 0o Non- reasonable terms under reasonable discriminatory the purpose of, terms and , non-
discriminatory; and conditions. terms and under reasonable llceostnq.of the conditions. dtscrlmlnatcry
reasonable terms conditions terms and specific IS . Withoutundli'e and reasonable
and conditions.

Others (as specified)
conditions standard) or dis'crimination. terms.

G Reasonable @ Reasonable ..

terms and Others (as specified) amount of
.. ..

conditions. . consideration
@ Reasonable

Others (differentamount of
consideration. . 'contract terms

S Without undue permissible for

discrimination. each of different .':
licensees;
publlcatloncf ••

1

contract terms .:
unnecessary); . ... ..

Checkup license i License terms end- License terms

.1.···

terms at the time of - . - . - - numberof -
examination. licensees . ...

Notes: 1) fr Description herein contained are ..' as they are. .
"

2) lndlcatlcn " - • is contained or found within the scope of research.

'"U1
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COMPARISON OFTREATMENTOFP~~~~?'AND OTHER PROPERTY'BEl"V'IEENVARIO~S,STA~DhRDIZA~ION O~'bANiZAtIONS
Appendix 1 (212)

N

'"

ETSI

Standardization
promotion
members shall
promptly
disclose
essential
intellectual
properties for
standard.

Withinthe
region only.

Domesticuse only.

When
standardization
requires patent
use, a notice shall
be givel),,~y means
of statement.

Organization does
not spedfy
individual patents
for standard. The
organizatiopn does
not guarantee that
standardization is
the sole means of
solving patent
problems.

IEEEANSI

IDomestic use9 nly.
I

,~tandardizati PatentPolicy
on will be <D 'Maintains
'arranged iii equitable
such manner, balance
that a bebNeenthe
pertlcular protection of
~:artyor patent a~d the
parties will Anti"M~nopoly

"ot be, ~~:" ,
benefited. 12> Provide the'

'maximum
,freedom
"permlsslble,
and .exerclse
inin,imurO
control '
neciMsary;to
participants,in
standarcfl,zatio

'n.
Ql Basically,free

competition.

<D ApplICabll!)Q
those5:CItisfying
standards used in'
Japan.

o .If the third party
who has
unessential
industri'al
property,'
organiz,'ation
wouldbe
Emcourageto
furnish:lt to the
party Y.iho provide
essential property
on reasonable
terms"

Do~estic use,orty.

RCR

The standard provides
no guarantee,,'
whether in whole
in part.whlch is
included in sU,hject
matter of essential
industrial prcpertles.
No responsibility is

'cissuined for aiiy
disp~te which',may
arise.

CD Assuran'ce ,ot'
Interconnectablflty
of various
domestic
telecommunlcetlc
n eqvlpment and
ofequitabre~:ess,

and transparency
in the market.
Future studyon .:
cI?PYright.:; ,;

. nc.

No guarantee
p'rov,i,ded a~,to: ,'"
existence of any other
patent rights in
conflict with the one
hereunder.

Domestic useeln!'y.

After laid down
the
international
standard, if the
Patent is found
wnvseble, it
w,ould be
returned for
review.

IEC

,Organization
requests to
parties for'
presentation of
patent
,hiformationhlrt
provides no
guarantee as
eccurecyof.the
Information so
furnished,

ISO

After laid down the
international
standarci, if the Patent
isfoOhd unusable, it
will be returned for
review.

Otgani~ation requests
t~partie~for'
presentation of patent
information but
'p~v:idesno guarantee
a~accura(yof the
information so
furnished.

Treatment ofpatent
and other property i,s""
set out as g(jideline,
not as rules:

orcenreattcnrequests
to parties for'
presentation of
patent information
but provides no,
guarantee as accuracy
of the information SO::,

furnished.

ccrrr

2) lndlcetton" _.

Others

Notes: 1) * Description

Territory within
which Patent may
applied

Patent notice
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Results of Completed Ouestionnaireson "Standardization vs Licensing"

Total number of copies of questionnaire form sent out:
86 (compaines)

Number of copies of completed questionnaires returned:
67 (compaines)

(1) Group A will consistofthose companies which have ever made their
ownlPR availabletoothers forstandardization in the past.

(2) Group B will consistof those companies which have only made use of
the IPR ofothers for standardization in the past.

(3) Group Cwillconsist of those companies which have neither provide
nor use of the IPR of othersfor standardization in the past but would
have it in the future.

(4) Group D will consistofthosecompanies which have neither provide
nor use of IPR for standardization in the past and also in the future.

01, O~: Have you.hadprovide or use of an intellectual property right (IPR) for
technical standardlzatlon recently?

Answer

Group of companies Total A B C D

Technical field (cos) (cos) (cos) (cos) (cos)
........................................................................................................................................
a. Machinery, Metal 16 0 3 7 6

b. Electrical equipment 16 9 4 .2 1

c. Chemical

d. Others

Totals

33

2

67

1

o
10

3

1

11

8

o
17

21

1

29
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(6 cases)
(2)
(2)
(2)
(1)
(1)
(1)
(1)

(16)

Ii (cos) (8 cases)
8 (8)

14 (16)

5 (cos)
2
2
1
1
1
1
1

.14

8 (cos)
(6: lnternational cases,
6: domestic cases, total: 12)
1 (2: international cases)
.1 (l:dQl)1esticcClse)
1 (1: domestic case)

10(cos)
1
1
None

Telecommunications equipments:

Computer
Electronic parts
c>rganicchernistry

Patents, utility models:
De~i9I1s:
Trademark;
Copyright, etc.

Voice band compression, Optical connector, Connectors, Modem, Data
transmission systems, Telecwriting terminals, TV-telephone conference
systems, Digital mobile telephone system, Magnetic disc, Insecticide-
treated plywood, Image coding system. .

International standard:
Domestic standard:
Total

Committee Consultant International Telegraphique
etTelephonique (CCITT)"
Research & Development Center for Radio Systems (RCR)
Japan Industrial Standards Committee (Jlsq
European Computer ManufacturersAssociation (ECMA)
Telecommunications Tecl'lnQI()gyC0!'11r:1'1ittl!e (TIC)
Road Automobile Communication System conference
Electrical Instruments Associatlon of Japan (EIAJ)
Japan Wood Preserving Association
Total

2.. Classification
of provided
technical
standards into
international
~nd ~0!'11estic
standards: .

1. Names of
standardizing

.or9,Cll1i:iati~l1s
i receiving'

providings (the
name rnay be
doubled)

Appendix 2

5. Names of
standardized

" target··
products.

3. Technical fields

to VIIIJ!ch .
provided
technical
standards
belong
(company,
case)

4. Contents of IPR

Answers

Q3,Q17: Wha~ are the contents of the technical standards Which your
company's IPR have provided?

Concrete response to the following Q3 ..... 15 i by ten companies (group A) who
provided theabove-m~ntionedIPR with respect to a total of 16 cases (with two
~asesor, lessJor eachcornpanies) aregiveni:lelow,
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Q4, Q18:>What prompted you to make your IPR available?

9

12

'54

8

6

1 ···1

Cos. Intematlonal' jcibl11~~ti~ !Total. ....... ' ... "" .. ",.;,""

None

a. 'It was essential.fo~ impll:!lT'lentC!~iol1,c;lf
standardization . .

Answer

c. Yourcompanythoughtit could retain its .
own.lnterest aspredecessor in the market

b. For priority of public or users' interest

d. YOur company thought itwould be entitled
to consideration for the IPR so furnished for
use

....... ..
Answer .•. Cos. international ~domestic !rotal. . .' .. ).' ", ",

a. Request from a standardization 8 2 ! -7 9organization. ' .....
' ...

• • .' . '., ...; '.': ' . ....
b. At the result of your company's . '. ,.... .,.' '.

standardization offer 7 . 7 2 . ~
9

Q5,Q19: For what reason or reasons (up to top three)did YOIJ make available
your IPRfor use? .

Q6, Q20: Wasthe IPR so made available for a consideration or on a royalty,free
basis?

3

9

2

6

1

3

2

Cos. il1terl1ational:domestic !rotal

·7

a. Forconsideration

b. On a royalty free basis

Answer

a. Public interest involved made it effective to
assu 11'Il:! t!;ll:! cotpor'C!te po~tu re assllch .'.

Answer

Q7, Q21: Give the reason or reasons (up to top three) why you made yourlPR
avaiI9pll:!9,1a royalty free basis:

b.Forcompetitionwith a standard izatiori
...........•. '·;·1 lltoposalibyanotheyc········.······ ............•.;•.•

c. In the hope of establishingan'industrial
custom so IPR of others may be obtained on
a royalty free basis

d. In expectation of license income from
peripheral technology 1

e. Subject to industrial custom and practice 1

f. At the request of standardization
organization
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4 3 1 .4

3 .3

1

1

3

Cos. international ~ domestic ~Total. .

None

Cos. international 'domestic ~Total
: - :

Higher

Undecided yet

".-- -

.Q25: If your answer Q6 or Q20is"b/"to'what exteritWasthe license fee?

Answer

c. Technology so made available wasslJPerior
ascompared with that of ~omPetit~r~,.•.•' .... '

b. We expededthestandard will pre\!Clilcm
favorable conditions . . ..

a. We saw no reason why it should be treated
differently from other license arrangements

30
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e. To recover cost ofinvestmentfor.technicClI ..
development

d. Subjeetto industrial custom andpraetice,
,. .', : ... , .,', .:-'-"

a. Lower

Answer

b. NoparticuIClrdi·fferen~e tospea~of

Q8, Q22: If the answer to Q6 or Q20 is .. a," have you paid Compensation to
inventors ofthelPR so implemented?

Q9, Q23: Forwhat reason or reasons(up to top 3 reasons), did you make your
jpR available for consideration?

.' . .'.
international :domestic ;TotalAnswer

".
. Cos. ,>,/ - ,".' " " : '. .:

a. No, not yet 3 2 :, 1 3

'. b. No, not yet but will pay <,'" .•....... 3 < ' .. .' '3 .
"

Yes, paid 1 ".' i ..
.: :

· c. 1 '.' . ...

d. Others (unidentifiable, standardization was " ''1 .. ,.' 1 3 ~ 4
,. not achieved, etc) . . . . .. : ...

....., '"

{Q10, Q24: If your answertoQ6or9gQi~"b,U~qVX~l~theJicensefeesC?r;npare'
· with that of general licenseagreements? : .' . " . .

.',. ."
c : •••• '" . • ..•.. <." .'

•
Al"lsWer · Cos. international~d8rnestic:T9tal

[
". '. . .. • .. • ••. M ...... ....

a. Nocomment . . · .. .. ..... .2 . 1 "' 2·.'

b. Fixed amount basis 1 2

c. Still in the course of negotiation 1 1

d. Rate basis None
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012; 026: If the answer to 06 or 020 is "a," on what thought did you baseyour
caiculationof royalty fee? ..

Answer . . Cos. international! domestic !Total

a. Recovery oflTlarkefadvantageousness of : .'

the licensee 2 3

b. Recoveryof acquisition and maintenance · -.

· 1 1
·cost of patents orother IPR ..

c; Recovery of developmentcost of .....
1 r,

·
1 !technology so made available

· d. On the same basisas general licensing 1 1programs

e. Consideration on our own
. .

"

.....

advantageousness for standardization 1 1

·

013,027: What procedures did you folloVV for r:nakingy()urIPR available?
. ..

Answer
.. ... . '.......

Cos. intern~ti()nal id()mestic iTotal... . ... . .
a. Submission of confirmation letter arid . . .. . •.

9 4 7 ~ 11.statement only . :
b. Submission of confirmation letter.etc.. tc) ......

·

-standardlzation organizations, makei:in '.. 2 1 3

· agreements with the parties making useof
.

ourlPR :. / •.... •... .. .. . . . ...:
c. Abandon ofpatents or IPR None . .:.

d. Nothing done None

e. Individualcontact or agreements vvitllthe · ., :
· Noneparties making useof our IPR .

••• f. .• Others (Not finally determined yet, 2 2
·

unidentifiable) . .. ... · .

... ....

014,Q28: If your answertoQ13 or 027 is"W whatdid you do specifically?

Answer .... Cos. international! domestic !Total

a.: Entered into a bilateral licensing agreement 2 2 1 3

b.. Sent a letter confirmingnon-assertion.of. ... '.

IPR and non-exclusive licensing agreement N()ne
· . (unilateral)

•••• : .
c. Others

. . . . ...
None · .. :",

.. : . :
. . . . .... ... .



a. Yes.

b. No.

. . ,'" . '. ·U.
Answer T A B C.·•.·•

....
'.'

.
a. No.

..
35 8 . 11 r 16

.

' ... i ."

b. Yes. . . ' .' .. ' . ... . .. 1 Non!:! None 1 ....
..

'.
.

••••
. ..• .

AJ'lswer .. ...
Cos. international idomestic irotal, ....

a. ~e~otia~i1itb ofcross-licensing wi.th the .
rig. twhlch elpngs to party makmg useof . 1 2

•
yourlPR . .

b. Fre.!:! grcmt-bacKclallse fen improvement
1 2

.te~hnology . .•..• ........ .; ....... ; .:

c. Assign-back clause for improved technology None
. . ; .

d. Cancellation of making our IPR available if
the party making useof our IPR asserts None
rights related to standard . " .. ; .

'. .
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Q15, Q29: What were providedfqr in yourletterto, or non~exclusivelicense

agreement or licenseagreement with, the party making useof your
IPR?

Q16: riave you recently made available two or more technical standards in which
your IPR were involved?

IAn"".,

Q30: Have you ever been requested by a standardization organization for
patents or other IPR and declined it?

Q31: If you have declined such a request, state the reason orreasohs:

Answer: a. There were other alternatives easilyavailable and there was no
necessityfor standardization. Also, because of moral obligation to
joint applicant(s).
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Q32:.Give your opinion asto making your IPR availablefortechnical
standardization: . ..

TAB I C

'1 _.
7 2 None ~

•··30 8 .1111 .'.

Answer .. ..

b. Subject to case-by-case decision .:

I ....... •.
a. Prefer to make it available ...••

c. No definite idea .. .. .. '.

d. Should declineit. . . . . .

". .:

I1 None None 1

None None Nobe NOne

c

Q33: If you prefer to make IPR available, gilteyour r~~~onorreasons:
. .

Answer .... ...... . . .... T .. A B C

a: Forihterest otthepubliclusers
..

. .. ..... . .. 26 7 .9. 10

b. For ptdgtessdfcertaih industrial field asawhole
I

21 7 . 6 8

c. For makin~custom and practice asto make 8 3 3 2
available t e IPR which isrelated to ..... ... ..

~tandardizatio.n . '.' . • •• .... . y' . .... .... . . ,. '.

. . • .'
•

.
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Hopefully, royaltyfree," state your reason or

Appendix 2

Q34: On what terms and conditions, do you feel the IPR should be made' .
available?,

. ,:.

Ans\l\{er T A .B C

For consideration
. .. . ., " .

\ 1
•;c-

a. . ' . '. ..,20 ,..,' 8 . 11

,b. Subject to case-by-case decision ': -. .... 8 8 None NonE, .
.

Hopefully, royalty free
., '. ccc ccc ccc

-c. ........ 4 ...... 1 3 None..,.

. .

Q35: Ifyoural1s\l\{erto Q34 is
reasons(upto top three)·

. . . . ..... / .

Answer . T A B C

Will help development of industrial custom or
--:-

a. 4 1 3 None
practice assuch and encourage others to license
standardization technology royalty free.

·b. Wi IIpromote.improvemeht'ofrtechnoloqy: 2 None '.' ·2 NOI1E
.

Will furtherpron1c;te standardization gfthat
..

Nonec.
. 2 1 ... 1

particular technology. .". •
4. \l\(illbe effectiyefofsho\iVil1Q corporate attitude

.... ......

None None None None
. ..... :~t;!caus~()feu!>lici':llerE!stsirwolved. .' ... ,.......... ,.., ......••.... .......,.. ..:....... .......,.... I.......

.e: :Subject to-custom and practice ofthat industrial ..

f\JClllE! f\JClnE! NQoe None. field .
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I.Answer T A
....8"

C

a. Even on a "for consideration" basis, 15 1 6 .....~standardizatiol1will be further promoted by
setting a reasonable conditions. I

b, To recover part of costof investment in technical 12 1 5 if
developmentandacquisitionof IPR. .

c. No particular reasons why it must be "royalty • ·1 411 6
free," differently from other licensing practice.

d. Subject to custom and practice ofthat industrial 1 None None 1
field. ... ., .." {

e. Necessarily "for consideraticm, "becauseof ..
Npne None None None

payment 9fremunerationbased on employee's
invention. ,

. .

Appendix 2

Q36: If your answer to Q34 is "a. For consideration," give your reasons (up to top
three):

. .

Answer
... r· A B ...

C".

Hopefully, lower
... cc •• .1

....a; 20 ... 8 1.1,-.. -""""",,,".;,.;',,,",'.-., , ,·····,··,.~·,·.~~c'_.,"",.'"··._,·._.;,"" ,.." ..-,....>-,'~; I······ ..
b: •I\J~ ~~ClsonV\lhyit should be .Iower (. . .. ...

1
1 None .1 Nons

.

Q37: If your answer to Q34 is "a. Forconsideration,"how,.in your opinion, should
• the license fee be in relation to that of other licenseagreements?
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,.

There are some unavailable for publication because of
development investments or business strategy.

Would withhold the right to negotiate with any third parties who
do notpublicize.

There may be such industrial sectors in which standardization may
not be appropriate because of industrial circumstances.

Would refrain from making a judgment now on a future issue.

Achievements reached because of original research and
development should be entitled to so much advantageous
marketing position commensurate with investment cost incurred.

Interests and necessity for publication (standardization) of the IPR
holder vary on a case by case basis. .

Depends on contribution to, or market share of, products (goods)
by the patent involved, and also on needsof the community.

Difference in characteristicsoftechnology, products or industry.Co.H:

Co.A:

Co.G:

Co. B:

Co.E:

Co.C:

Co. D:

Co. E:

Q)38:lf your answertoQ37 is"a. Hopef~liy, low~r," give reasons (up tel top
three)'

Q39: If your answer to Q32 is "b. Subject to case-by-case decision," state your
reasons:

Answer:

i

Answer .. T A B . .··C
a. Necessary for realization ofs'tandardization . '.

~ . 18 1 8 9smoothly. ... .. . ' . . .

b. Forpopularization of your own products.
.. I' '9 None 41' 5I·

Will make general custom and practice astomake
..: .

c.
5 None 2 3available the standard relatedlPR at lower cost. I~

d. Go with the custom and the practice of that
...

2 None 1 1industrial field.

Eoi'public interest.
..

None None 1e. ······1 . .

'.1'." More reduction to practice will mean more license
...

1 None NOlle .: 1... fee income.
.: . ... •• .. . . ....•
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Q41 :Wh~t procedure, in your opinion, yvould be ~ppropriate in making yourlPR
available? '...'. . . . ."

Answer.. .
·T A B C

a, Sign an agreementwiththe individual licensee.
. <.2.1 5 6 ••..··· lO. . .; .... '.

b. Letter of confirmation or statement sent to stand- 7 3 3 .... 1
ardizaticm clrQanizatioh, only . " . ..' " .... .; ' . ' . ..

c. S.ubject to custom orprClctice of thatirdustrial ..
4 Non~ 1 3, Ifield.'. , .•.. '.' •... . .

.

d: Send notice of non-exclusive license individual ,.

2 None None ... .., 2
users. .;........... ""

... ,

.

e. Subject to case-by-casedecision. . . 2 1 None 1. .; , .,.
.

t Useanagreementtogether with individual notice ." 1 1 NClnG Non~
oflicense. .' H -r., ' ,' ..,

g, Do nothing in particular, None None None NonE

h. Waive rights. None None None Nons
' .. . •........
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Q42: what provisions do you think should beindudedin ah'agreementor n(:In"'
exclusive license notice?

• <
.., " . ··.CC ~ . . .

Answer .., '. i . ..' ". T ··A B. C

a. A pr~vision p~I'mittin~ negotiationofcrClss':Ii': 13 ':l .....•.. 6 ..
6

I· . censmg. .... . . i • I. . .... '., ., ...• I>
b. A provision permitting cancellation of the ar- .. . 12 3'2

[.'
7

rangements iftheopponent'parWinsists other . ' ....

I·' '.. - i.. I
right.. ..' ,'. Ii .. .... . . '..

c. Gra~uitous grant back provision of improvement. 5,., 2 NoneI•• 3
Ii patents. .. , I'

d. Grant back provision of improveJ'Tl~ntpatentsfo"
..

•4None , 3 1
ccnsideration.

• • c, '.. >,> ...... ·'i" • .......... , •I'

e; "A~sign back" prClvi~ionClf imprClv~mentpatents. 2 None None 2

f. Holdhcumless provision with
'" ..' Ino patent warranty. 1 None None .... 11

--,- -,- ~ • "~ .... , -.'.. .' ., . .... , •

-,
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Q43: Whatdep<lr:tmentis (arf:!)jllc~argepf.licensing()fte~hnical standards?
..

Answer
.

T A B C.. . . . ... .

a. The department in charge of IPR: 25 7 7 11
(with C()nsulta~i()nWithtechriH:aI stand, ·

! ardization department)
..

(24) '.' (7) (6) •...•. (11)
(without consult<ltionwith technical ...

(1).• standardization department) .. . .......... (None) (1) (None)

b. Consultation between the IF'R department 11 3 3 5
and technical standardization promotion ...... : . . . .

department: . ••
. ...... .......

(3)(with final decision made by the IPR (6) (2) (1) \.

departmentr-] .... .. ·.. (with final decision made bythe technical . . . . ....

standardizatio.n promotion department)
...(!» (1) (2) (2)... .. ... . ... .....

.: ....

.c; The department which promotestechnical I 2 i N~ne .... None 2
standardization: . . .• .• ·

.,

(with consultation with the department in .. . .

charge of IPR) (2) (None) (None) (2)
(without consultation with the department
in charge oflPR) /. (None) (None) (None) (None

d. The department in charge ofthe particular . 2 1 .1 None
te~hnology . .. ., .

e. The office of legal affairs 1 None None 1
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Q44-.Pl~a$e'stl'lte your opinionin respect of treatment of IPRinvolving technical
. standards: .

Answers:
O~ihionsiofthosecompanies which have made the,ir IPRaitl'lill'lb.le:
"co,"paJ"lyA: The objective of technical ~tandardization,'p~rticularly that in'

., t~e telecommunications fielc;l,is to guarantee mutual
connection, and assure .lJs.ersof . broader use of

· tel~communications technology theyhl'lve;.thereby promoting
public interests.Patentsand<otheJIPR relating to

·~tandardizationshouldpreferablybemad~open for the benefit
.of.the. public.. Patents and oth~rIPR,on.tb~otherhand, are
a~h,ieveJ'l1entsr~.achediJ"l the cQurseClf co,"p~titive development
w,ithjnvestment•. Those\IVho have d~veloge9:~be IPR with heavy
investment must recover cost ofthe development and their
efforts must also be respected in order to prevent their
motivation for development from. being discouraged/iRight
holders of the JPR; therefore,believe that the IPR should be

. made available 'and made use of for the benefit of the
,.' .'.' .. cdmmunitysubjectah",aystorea$On~ble t~rmsand conditions.

. <:bfTl~~nyB,:.,Bec~use()fthe.fact thatwhi.cb IPR isadpPt~~'~Sbeing standard is
'~nl'l~certain;:lble, werefertoxespective committees

(st:l'lnclClrpizationorgani~Clti,0.9s)ClndiPtter:ttime$find that even
the' committe~secr~tClriatspo..•net ..have a·~t4rate information .

. Wewoulp propose, there.for~,:tharmformCltionbe publicly
·.,released ann uilily in. resr:>ectof~achlin¢di' technical standard, by
",vyClY ofa table. pflPR adClPtf:p for stancl~rdJzation, showing,
,among other things,pCltent n4,"b¢~!title,ofJhepatent, names
ofrjghthold~rs.and Whethe.r.th~Yare, available for
considf:rCltion (inwhich.event whatthelicens~feeetc. would be)
or on a.gratuitousbasis. ~ublicatiQnQfsuc.hjhformationwould
encourage th.eu~ers to~oop~ratefpr,standClrdization, thereby
safeguarding the soci.alinter~stCln~tcpntrjbutingto progress of

i. ', i"."'. the technology.] .' . .'.. 'i. i. '.•
CClmpClnY~:Th(!technplogy, should. 90t necessariIYbe,ITl~de'~'V~W~b'r~:for

Jpn~iperatlonv., It'''(iHbe necf:ssaryatleast to give consideration
for safeguarding.ofhClnor ofinventors.qr.PCltentee of the
t~chnologyinvplved(by, SCly, specifyingth"e name of the source
df that right). .'. " .

Compa9YD: We are basi~aHyin favo'rofstandardization of technology
,,'<" ',i,i because it is asocial·'pemand:· In Japan,' however, thar..

climate in whichesse'ntiallPRis'demandedfreeof charge, as it
shou.ld be. so, disregClrpingappropriate. rf:t4rn.. to wh i,~hJhe.Jight

:holder as Pfiorpeveloper,arer~ClsoI1Clbly entitled, Afr'llmework
fqT equitablestanda/dizCltion Clgreementsm~stbeestablished as

.:i~oon as pos~ible. . . .' .. .

Opinions df;thosecompanies which havemadeuseoflPRof'others:
"CompanyE:<I1:is difficult to determine Whether reasonable consideration

... 'payable should be in the form of feefoF'use of technical
· information furnished or license fee for patent or other IPR. In

other words, if·is difficult to determine rights and obligations
individually where two or more different property are in
existence. .. It will also be necessary to specifically,agr~ewith

··respect to hO,\I\f to ,splve any infringement of intellectu-al
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property of a third party that may take place as the result of
implementing the technical standards. If such infringement case
take place, the standardization organization should take
cooperative action at least.

Company F: We believe the standardization organization should investigate
... i\l\(hich patents are necessary for standardization and negotiate
i'with the right holders about the fair terms and conditions for

"Iicensing on which basis the IPR should be made available and
~he price which should be as low as possible. Although it may be
unrealistic that a standardization organization which is not the

. right holder enters into an agreement, the standardization
organization should actively involve itself in setting up of the
abovementioned reasonable terms and conditions. As an
~pproach to it, it will be advisable to study and decide on
standardized terms and conditions (standardization of royalty
will be difficult, however).

c<:ompanyG.:Copyright is excluded from-the technical standardization.
:, Standardization organizations should seriouslydiscuss whether it

is really in order. In ANSI, we hear,there is movement among
,.some of US companies to discriminate Japanese companies on

the ground that Japan inn unfair trading country. We request
.. that related organizations deal.with .such situation,properly.
The technical standard must be adopted based on the general

cl:0nsensuS, among members of the standardization organization
through a fairandtrclnsparent procedure: It must also provide a

'. r~asonable, ex~ent of leeway for competition or, to state it
differently. the~echnical standard adopted should not be too
detailed. Otherwise, we fear, different expectations and
i'lterests which the companiesmaking use of such standard have
will get involved complicatedly, with treatment of the IPR
diversified, resulting in failure in completion of "useful technical
.standardization." Weare confident that treatment of the IPR

.will be prC?perly formulated automatically depending on how
'the "technical standards" are.· . .

,CPmp.anyH: Basically, Iicensil')g for a reasonable amount of c~nsiderationwill
.' "'be advisable, with respect to the IPR on technical standard as

c i'i"'• . we.11. A license involVing any technical. standard should not be
regarded simply asa ,license oniPR. Various factors surrounding
the industry must be taken into consideriltion. As a result,
treatment of the IPR involving technical standard will haveto be

e,' solved on acase-by-case basis after all.
..... "g3Lii ,;:i, , LLiPpinic;ms 9f those companieS which are likely to make avaneme

i" ··"'iG(.ormakeuseofIPRinthefuture: ' . """"[,0""

f(<:9ffi'Pi"!tly i: ,Wedpnot feel this particular issue close to feel because it isnot a
matter of .intimate.lntellectualproperties should not be treated
uniformly but be dealt with on a case-by-case basis depending on
where the technology afforded stands. At any rate, the provider

-ef the IPR should be entitled.tosome sort of advantage.

<:QmPCll)y): Any standardization project should be conditioned· upon. the
mutual understanding among particlpants in discussion about
technical standards that they are prepared to furnish the IPR they

,,,have, for use. by other companies on reasonable terms and
. conditions with no discrimination.

C()T~~nYK:;At an early st~ge of the standardization discussion. information
'" ., must be furnished mutually among the members so each will
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know any IPR each of the rest has., While itmaybe possible to
make two technologies available (one with IPR involved and the

tether without it) in parallel, there is'a/doubtastohowfar the
technology with IPR involved could be,made popular.ltmay be
made popular if on a gratuitous basis, but otherwise would not.

Company L: Standardiza~ipn of te~hnology is,m to/<eep use,~, from btling
inconvenienced (public interest) and (ii) notto retard progressof
tech!"ology. In the case~Uj), 90orl1'lLl~t be )(\'igeopen fpr
making the technology available: .. '," . '. . ' ' '. . .,'
The tec~nolpgy,if theri~~tholder has con~riblJ~tld)argtlly~o)ts
develoPment and a~qlJlsl~lpnoft~eJP~.thtlreon,shpuld be made'
C1vajl~!)lefor cpnsicltlratiOn. . i if.·, "..,.' ;".,

Licens'efee shouI<fbtl 10)(\'ert~an~hatapp!i~a!)le.to"ther general
licenses,becaustl0fits PlJbli~natLlre,<; '.,'•• "'" "'j" "

Company M:lnternational rules should be established, based on the
'ifundamentaLunderstandingthat.theIPR must •• beI,. respected; F'L
CompanyN: Those/of extremely.high public nature (e.g.
involvingenvironmentaLissues)ishouldbe made avail-able on a
gratuitous basis, depending on particular circumstances.

Comp~hYN :fhose6f'e~tr'em~ly~Jg h public natu re .(l!.g.invo Iving
environm~ntaUSsutls)shoLlldbemade available on a gratuitous
basis, depending on particular circumstances.
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Abstract:

As the intellectual property becomes more important, patent
infringement cases take place more frequently. The international
disputes on patent are likewise becoming everyday concerns. This
paper is intended to explain a series of Japanese laws relating
to lawsuits, from an initial stage of the infringement cases to
the conclusion.

Patent infringement cases largely taken up in the mass
media are mostly those in the United States and, in fact, cannot
be ignored by foreign businesses operating in the United States.

Thus, understanding of American laws seems to have been
fairly promoted. Are Japanese laws covering the same issue
known to foreign countries so as to satisfy the minimum
requirement? Most, probably, "No."

In this paper, we will discuss those areas of the Japanese
Patent Law, Code of Civil Procedure and other related laws which
pertain to the patent infringement cases. We will further go on
to report practical aspects of patent infringement cases as they
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IntrOduction

1 . Duration of Patent Right; Trial for Invalidation of, Patent ~

Right to Provisional protection:

1-"1. Duration of: Patent; Trial for ·Inva.lidation afPatent:

Patent right expire 15 years after the date of publication

of the patent "app'Ldca't.Lon ,':' but not' t6<exceed2o years, f rom the

filing dateVofthe< patent application (Article' 67'Par. 1 of

Patent Law). Patent applications will be'la.id openT8 months

after: :the' "fi:'ling"date:df' th.e" "pelte~niit:'::;applj;'cat it'n'

patent app.lLcat.Lonv-c- Article 65-2Par.l<af patent Law)i

:Wheretheexaminerfindsnoreasan f·ar refusing a'patent

iipplication ,he:shall render a ruling that it istabe/published

(Article 51Par. 1 of Patent Law) . After the publication of the

application, theapp1±cant far the patent will have the

exclusive right to comrtierciallywork the invention.claimed in the

patent appLd.cat.Lon .(Article 52··' Par;: lbf Patent Law)

Patent Right and Legal' System with Respect:to'Patent

Infringement

Part 1

With respect to general infringement cases: in Japan,

protection is available from, among other 'things ,the Civil":'Code,

Code of CivilPrbcedbre; andTIvil'PreservatIon',Law,', With

respectt6 the <patent infrIngement cases, the .pa·tent:·<Law

provides addItional: protectIon.

There are marked', ,essentIal di ffer~mces :in, thepatent: system

betweanthe American "'law:based "on" the' first-"to-invent prInciple

and the 'Japanese law on the fIrst-"to-fileprinciple;: There are

also differencesinthejlldicialsystembetween both countf'ies.

ThIs paper wIll explain the duratIon of} 'patents ,trIal for

LrivaLi.dat.Lon: of< patents ,rIght tothe:provisionalprotectIonl

injunction, lawsuit, provisional disposition and claims fOr

damages It will proceed further to ,: the framework of. Japanese

litigatIbn ,what: compan.Le's vwouLd generallypracticeifrOm'the

view point of warning and lawsuit, in case an infringement

activity takes place, and arbitration systems.

I
i

I
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Any person may file an opposition to the grant ofa pa~ent

with the Director-General of the Patent Office within three

months of the· date on.whichthe patent application is published

(Article 55 PCir.1 of Patent Law) .

The examiner shall make .a dec;ision, as to whether a patent

is..to1be;granted or refused with respect to the applicationaft€!r

rendering a ruling on the opposition to the grant ofthepato=nt

(Article;60of,pato=ntLaw). If no opposition to the grant of the

patent is filed, the examiner shaLl. render "a . decision t.hat, a

patent-is to be granted on the application unless a decision of

refu6alLis to be made (Artic;le 6.2 of Patent Law).

After a patent is registered following a dec.Lsd.on.vof the

grant ofa patent, a .·trial·for invalidation of the patent maybe

filed -under certain cd.rcumst.ances (Article 123 Par. LofPatent

Law) and a decision thereon may be· made o=ven after the pateIlt

right has been extinguished (Article 123 Par. 20f Patent Law) .

1-2. Right to Provisional Protection:

Some people seem to believe that in Japan, it takes a long

time before a patent is registered, .and that for this reason,

patent applicants may not fully enjoy their benefit under the

patent right. The Japanese Patent Law, however, grants certain

rights to. patent applicant6 before its registration.

After the laying open of the patent Cipplication and

following a warning by .the applicant in writing, setting forth

details of the invention, the patent applic;Cintis enti.tled to

do=mand.the payment of,c;Qmpensation in a sum of money equivalent

to a customary license fee in respect of the commercial working

of the invention aftertl:1e warIling is so served.

likewise .entitIed to demand the payment of compensation in Cis)llll

OfmOIley by any per60n who has cOllllllercially worked the invention

with the knowledge that the invention l:1as previously been laid

open (Article 65-3 of Patent Law) . The demand for the

compensation shall not be exercised until the application is to

be publi6hed (Article 65~3 Par. 2 of Patent Law).

In addition, OIlC;e tl:1e pat€!nt, app.Ldcat.Lon i:; publ.Lahed, tl:1e



however, the patent

,shall be liable to

party because of the

of l'atent Law).

4

Japanese Patent Law grants to the patent applicant IUt:i ilUlll.~ II.

lis8.ft,ue certain rights equ.LvaLent; to thosEl)the pp.tElntEle and

its licensees would have under a patent right: Claim for

injunction, preclusion of infringements, claim for damages, etc.

(Article 52 Par. 2 of Patent Law).

If the patent is not registered,

applicant (and the exclusive licensee)

indemnify any damages caused to another

exercise of its right (Article, 52 Par. 4

2. R.ight to .: Injunction:

2..,-1. What .•istheiRightto Injunction?·

The patent· right essentially entitles the patentee to

commercially work the.invention patented thereunder -- the patent

right -"- on am exclusive basis.

Should • any. third· party without ,ctueauthority. ·or.,.title

commercially work the patented invention, the patentee's

exclusive righttocont·roLofthepatentedinvention· is.·unduly

interfered with. ThepatE!llt rightwollidalmost'be nothing 'unless

the patentee ha.s thepowertoexclude·sllch interference. Itis

the right toinjunctiont as the power essential to the patent

right, 'that exclude such interference.

2"-2 Sllbstantive Conditions of Claim for Injunction:

In order· for a person to be entitled to the claim for· an

injunction in respect of a patent infringement case; the

following requirements must be satisfied:

(a) The patent is lawfully in effect1

invention.

2-3. Right'to Injunction; Claim for· Destruction:

The patentee or excillsivelicenseeis entitled to a claim

for cessation Or .prevention of any infringement of'thepatent

right which is present or likely to be present, whether it is a

direct infringement or indirect (Article 100 Art. 1 of Patent
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Law}.

It must be added that, different froIlla claiIll·for damages,

thecl.aim for injunction ···needs no evidence of

willfulness/kno'iVingness or negligenCe'with which the infringement

is made.

2-4 . Pilrt.tcu.1ars·df' ,the Right to Inj1iIlctlon:

With respect to direct infringement of an Invention, a

pat.ent.eerox anvexcLus Lve liceriseemayrequire a person . who is

infringing the patent right to discontinue or refrain from such

infringement and may also demand the destruction of .. the articles

by which the act of infririgementwas committed (includirigthe

articles manufact.uced bythea.ct of infringementLdnthecase of

a patented inventIon of a process ofmanufacture),'thl? removaLof

the facilities used for the act of infringement, or other

measures necessary to prevent the infringement (ArtlclelOO Par.

I and'2).

The' indirectinfringementis:particularly pro~ridedfor in

ArticlelOL of the. Patent Law: The indirect infringement 'of an

invention of a thing willtakEL place in'the form.ofproduction,

assignment, loan, exhibitionforassignment or loan, or import,

as business , of things used solely for production ofa thing

falling within the patent right: and the indirect infringement of

an invention of amethod .. willtake place in the form of

production., assignment, Loanv- exhibition for assignment or loan,

or import, as .. business, of things used solely for commercial

working of a method falling within the patent right.

The right to injunction may, therefore, operate to demand

cessation of any of infringement activitiespresent, as described

The. claim for the destruction of the articles by which.the

act of infringement was made, the removal of the facilities used

for the act of infringement,. and ..otherIlleasuI:"es necessary to

prevent the. infringement may be made only together with the

claim for injunction and may not be made independently (Article

IOOPar.2'ofPatent Law).
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3 .• ·Lawsuit,:

Proceedin,gs qf l(i:Yislliti,1l, Japanar!3 provided for in the. Code

of Civil Procedure, which is different from it in the U.S.,

amonq other. thi,ngs ,the Japanese Code. has nei,tller .the discovery

which takes place prior to oral proc.~~dings..,north~. verdict by,

jury. Before going into details, we will, briefly disC;ll:;;s
.. ",..' ...... " ..... _.,,<: -.'," -..J,' "'0':'" •._'_ ._'. ,:,., '.

basic principles under the Japanese Code of Civil.Procedure:

(Ji)Opell Court:

The prillc,,iple of open Pc)llrti\l,prpvided, fpf.i,n A,rt.icle !j2

l"ap.lqf,theJa,pall,l:lseC:qn13titutionwh,ich reqllires tri,ll.:Ls to

be taken and a judgment delivered at an open C01l~t·; .//,lJJ:
.except.Lon t()this rul.e 1\1 applicable where there.is the

likeliho()d.qf imPCii,ripc;J ,Pll,l)liC; policy ,inrrJiti,cil CCi\l~ .. tlle

tEial ma,ybe held on a closed basis, butit.sapplicCibi:I,,it,y
•.. :,... .0. , .. ,_ ,',- ." ._. ,.,,", .0' , ' .. '0 "0'" ," , .' '_ ...'.''''' .... ' ... :.:... ,c• • .:._'._.i .'.'._'.. ,.' ,;'_,',,:' .:.:': ':_:: ..'<'."::,',>,'

t:;;,extremelyrestric;ted. Any law suits relating to patent
,•.,.".;". ,.,: ,'," ".......... ",',:, .... " "- "," .. ' ...., -:".<' .. .' ,- ',< ":..' ",,, .. ,"

infri,.ngell\entsw,ill,tiler.efore,. beheld on }'mop~n baeIs

(2) Debate:

A lawsuit is maintainedont,he l:?Ci:;;,.isof. allegCitio,Il,l';' .9f the

·,Pi3,rties with thes.cope of exemi.nat.Lon det.ermined and

. ,Pf9quctioll .qf· eviq.ences conduct.sd on tllere§pon§ibility of

t,ile.pi'irti,es'<W:" ,.to ,st(ite it·qif:f:~ren:tly, .anyqi:;;Pllt,~(is to

ipterests between Lnd.Lv.i.dual, persons . Jllust, be solved b~

theIl}selvesi'ind the state sholllq.n()t involve itself bey,?pd

such limit Cis,l:ihall benec;es\l(iry.JorJ:ttoil~lp.til~m§olve
.. it.

(3) 0fi;ll,l\,fc;Jument,s:

Under the C()de .of Ciyil ..Procedure,
·.O,,,··.••,,·,.,.w"'·_.v, '",' "0 .....~,'-""'.3 '"""" .",,"'.•.-/fi.,,<., ..-..,.... , __ ,',,,:,'''' ..H,-''_·.-,~··~· .. ··,-,',··,' ',i __" -- ...... -,...·}-·"i-".··,,< ",".""'.- ''-'".-.·.-t· ..,,,,,,,,,,,-·,·.., ..,-

based on oral arc;Jument (Arti,c:le 125 of Code of Civil

Pfocedure), and a Ll . required .evidence must.pe produced at

the p.Lace . of the oral .a rqumerrt , except, with. resPect to

those decisions .' to be rendered .. witllollt . the oral argument.

(4) Direct Examination:

Under.tlleDirect ExaI(lination principle, only tile jlldg~ who
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has personally examined evidence at the oral argumeht has

the authority to reridera. judgment on the case.

up some of the ·poiIits ·ofthe

reference to the patent

In the following, we will pick

civil procedure with particular

infringement cases.

3..;2. Time Limit for Filing Lawsuit:

The6eriod within ~hich a auLt.may be filed under the torts

law is ·3 years from the time .. theinjuredpa.rty or his·legal

represent.cl.t:ive know of the loss su.stained"et the person who

caused th.e damage (Art.1che 724 of Civil Code). Unclerthetorts

ta~; a claim for damages may riot be made unless

wilifulness/knowirignessornegligence is present.

Apart from the torts law, an action for recovery of unjust

enrichment may also be filed. A person who has derived benefit

from property of another person without due groundst.herefor and

obligated to return the benefit so derived even when he is so

enriched in good faith (Article 703 of Civil Code). The claim

for recovery of unjust enrichment will be time-'barredin 10

years, in the same manner as in general obligatory rights.

For the purpose of a patent infringement suit, either

approach may be available. In actual practice, however, actions

cl.6~ear to be instituted under the torts law rather· than the

3-1. Requirements of Lawsuit:

The term "requirements of lawsuit" refers to those to .be

satisfied in order for the plaintiff to be entitled toa jUdgment

as sought in its complaint. This <section w{U relate oriLy to

standing.

In the case of a suit/a person who directly ha.salegal

interest in the right.incontrdversy has the standing to sue.

Where a plaintiff does not satisfy that requirement, his com

plaint will be rejected. In the case of patent infl:'irigement

sults, a patentee or exclusiveliC:ensee a.ndan infringer of the

patent right would normally have the standing to sue.



8

other, because the patentee as·the.plaintiff. does not have to

prove!'willfUlness/knowingness or negligence of the .pat.ent;

infringer, as further discussed later.

An 'action for a patent infringement 'may not be. ·instituted

until t.hepatent is publiShed (Refer. to the Right to Provisional

Protection) .

3-'-3.

(1)

Oral· proceedingS:

Whatisthe'Oral Proceedings'?

The term, "oral proceedings ,'''is defined as any and

. aces of procedure practicedbyt.he court and parties to

lawsuit on the date of oral proceedings. Itihcludes,

only oral argument, but also examination of evidence

delivery of .. judgment.

all

the

not

and

( 2) From Commencement of Oral Argument to Delivery of Judgment:

l) Date of Trial Fixed by Presiding Judge; Summons

(Article 230 of Code of CiviIProc:edu:te):

A writ of summ()ns'il1ill be sezved upon the plaintiff

w'fthincafew days of' H:Ting' ofthe~~compla.int, as well

as upon thedefendantt()gether with the complaint.

2) WrittehAnswerSUbmit.ted:

The writ of summons served upon the defendant sets

forth the deadlimff()r s ubmd.s s Lon of·awrltterr answer.

The' defendant will not . be treated prejudicially,

however, even if he fails to so submit the answer by

thedesfgnated deadline, as long ashe~does 50 on or

before the designated date for the firSt oral argument.

the defendant or his 'agent fails to appear at the court

on the date set for the' first ()raFargument, the

defendant willne considered tio have adinitted the

assertionoftheplaihtiffrAi:tic:le~HOpar.3 of the

Code of Civil Procedure).
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3 r) ' Date of an Oral Argument:

(a) If, on the date .of an oralargumentltheparties employ

means of attack androf defensewithoutranypreli,miniir,y

notice thereof ,. t.he. court will,:findit d Lf f LcuLt;. what

the issues are and ,the; part'ies~ill .not; be .abLe : to

understand and respond to assertion of the pther.,

Thus, the preliminary pleading is in use to give prior

.not.Lce of what each party intenq,s;it9iissert\,in the

argument. If the complaintcontainsdel'lcription,pf the

method 'of attack' or def!3nsl;l, it ' S!3rv!3S as t.he

'.pr!3liminary"pl!3ading< as ,w!3ll. Thewrit;t!3n anl'lWl;lr is

:a;kind ofthl;l·. .prl;lliminary pl!3ading

(b) On th!3 dat!3 of th!3 first oralarg1lIllent~ the .p~iihntiff

giv!3s a s t.atiement; of his claims and th!3 defendant;

",;,,;,:!, a1'lsw!3rs .to,:it.

(c) If;th!3 "defl;lndant in his ,: answer .makea an, "allegation

(.e;g .'t9.. rl;ljecttllg complaint or t.o a~kfor delivery

of,a{jlldgment dismi~sing tlle.cliiim) ,against the claim

·pf;the plaintiff ,;l;lach9f.the.paI:'til;l~will make his

allegation in law as w!3ll as in fact and expresses his

reaction to the al~l;lgCltiqnJ;>y the. other.

,4) Continuatign gf Oral Ar:~nt:

i,Wl'll;ln the oral argumel'ltis not finished with on the

date fiAl'lt designated, the presidil'lg judge will

del'ligl'late the next date for the subsequent argument,

withdul;l consLde.ret.Lon for the convenience of the

heLd gncea m0l'lth'OFevery two ,montl1El" The oral

argument will be trl;latedasc;9nstitutingone as a whole

how many times it maybe.made.

'l'hus,.. the parties may l;lxl;lrc:i~e his method of attack or

defense until the clo!>eofthegral arg1lIlll;lnt, and the

method of attack or defense has no difference in value

whenever it is exercised. Submission of the method of

'.
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attack or defense may, . 'however, be rejected if,

because of wf1lfu1ness/khowihgness of negligence of

the· party submittihgit; it fails to :be submitted

earlier in the case it could have 'been done or if

··submission of the method could:give'rise.to delay in

the:conductfng of the ·'lawsuit ~Article 139. of Code of

'Civil Procedure).

5) Examination of Evidence:

Trial is conducted to soLve ·a.·idispu1:e·.J5etween the

partiesbY'verifying fao t.s and applying.the::law. It is

the evidence that establishes the.' facts· (and laws

whereverapplicahle) . The evidence mus.t he collected

and. produced by the party involved;

(a) Examination of Ev.idence Commences:

·····.• ··.···.· ..·Offer of>Evidence:

When to· Offer:

The party may offer evidence at'anitime>hefore close

of the oral argument.

How to Offer:

Facts to be proven, identification of instructions as

to the. concrete method of establishing evidence, and

relation between the facts to . be pr6ven and the method

of establishing evidence will he particularly

specified.

Examination of.EvidenceDElcided on:

investigatewhetherthe.fact to beprovendis·material

or not·· and whether" the evd.derice. is necessary or not

and, after hearLnq the. at.at.ementr of the other .party,

willdetermirie· whether. to commencetheexamihation of

evi.dence arnot.
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(b) ,Evidence Examined :

When a decision is given in favor of examination of

evidence, the examination is conducted at the court

with which the complaint.is filed, on the date of oral

argument. .'The method" of establishing evidence will

consist of interrogation of witnesses, experts'

op~n~on, interrogation of parties by the judge,

documentary evidence, and view of" verification.

;6+ Evidence Evaluated:

,Evidence .Ls evaluated by the judge subject to free

estimation of 'evidence; Facts are ascertained at the

discretion of: thejlldge who has. examined evidence based

on the generaL trend ••;of oraL proceedings.

7 ) Conclusion of oraLproceedings:

The presiding judge will conclude the oral proceedings

when he judges that no furtherprdceedings .Ls necessary

for final judgment.

3-4.

(1)

8) Delivery of Judgment:

Judgment is delivered at an open court on the date

designated.

Effect of JUdgment:

Formal Force of Judgment:

The judgment delivered will become finaL and binding when

the period provided for appeal has elapsed and an appeal

(whether "Koso" or "Jokoku") may no longer be made.

against finding .of facts or ..construction of laws by the

court·alleged to have been present at the first instance,

and the "Jokoku" is defined as an appeal against

contraventions to laws allegedly effected by the court to

which the "Koso" appeal is made, in itsj.udgment.
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(2) Force of Judgment or Res Judicata:

When a judgment becomes forma11ybinding; the jUdgment of

the court in respect of rights 6r.1ega1 relation contained

in it. becomes enforceable, serving as the basis on '. which

the ?ame subject should be decided.

3..,.5. Settlement:

It Lanot; seldom· that ·the.parties, enter. into a settTementin

the..cOurseof oraT proceedings; One of the motives for which

they dooaovLe the recommendationby .. the.court.for s·ettlement'.

The court may try a settlement at any stage of. the proceeding?

(Article··1'36 of·.the .Code ·of. Civil Procedure).

4. Provisional Disposition:

4-1. What is the Provisional Disposition?

The provisional disposition provides for such provisional

measures to be taken .prior to.the judgment on the. proceedings in

re!lpeGtj ,..of. the . principal act.Lcn. as would give ·rise to

advantageous effect asunder the judgment, ifthereiEl.a dispute

Ln- resp~.ctofinterestswhich' would' be subject .t.o : ser.iqlls loss

or, .,damCige(disCidvantage) or may.not avoid impending infringement

ulJ.,!ess an action is takenurgent1y before the aaLd ". judgment on

thEii'proceedings. Any petition for provisionaTdiElposition which

is not found to require an urgent.actionwill .be rejected. The

provisional disposition is stipulated in the Civil Preservation

Law.

4-2. Role of Provisional Disposition in patent Infringement

:proceedings:

act.Lon , it is impossible to enforce upon the infringing party

prohibition of infringing products from.being manufactured or

sold un.Les s and until the plaintiff obtains .a judgment in his

favor' and the judgment becomes finally binding, In order that

the. lawfu1patentee will not.. be required to simply· sit. and see

the infringing p.roduct.s. prevailing in the market, it is

considered ,atthetime. of. instituting.anacti;on .: for in jun.ction,
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whether to apply for the provisional disposition. ~he

provisional disposition system entitles the patentee to have the

manufacturing and sale .of the infringing .productby the infringer

prohibited provisionalty subject to certain conditions.

tl)Iilterests to be Safeguarded:

The, interests' to be safeguarded under the provisional

disposition for injunction are the '.interestsotherwise40st

by infringement of the patent rig'ht held by the petitioner;

In order to make a petition for the prOviSional diSpoSitioni

therefore, the> petitioner must substantiate by p:riIIiafacie

'evidence that the petitioner has the patentrightand'>that

the.defendantsmanufacture or sell the product which·comes

under the scope of ,the' patent right ·ofthe petitioner,.

disposition for

required> to make

sustained'has been

pcovLs Lona.L disposition

be safeguarded and of

Necessity for Safeguard:

An application for the provisional

'injunction under the patent right is

specific how material the loss or damage

In 'typical cases in which the provisional disposition fOr

injunction is required, the monopoly 'or oligopoly by the

petitioner should have been destroyed (an decrease in the

market share), with the resultof a decrease in sales of the

>patented products, because of patent infringement activities

undertaken by the party against whom the petition is made.

Thee i.necessityfor, .t.he .safeguard will, therefore ,havetobe

(2 )

4-3. Provisional Disposition for Injunction:

The provisional disposition seeking cessation. of infringing

activities, with the' cTaim,·for injunction as the interests to be

isafeguarded., . i sthetypical··provisionaldispositioIi.exerciseddn

the>,patent infringement actions.' It.,;i,s generally called<the

provisiona:I. dispOsit;ion for.injunctioIi.;

Requirements for issuance 'of' the

order are presence of interests to

necessity for such safeguard.
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demons.tratedby .speeificallY· .:statirig what infringing

activities of" the partyagains.t .whom·the.petitionis made

.have' :inflicted.lossorc·damage;upon, ·,the petitioner.. 'and what

the'loss or damage so inflictedi:upori the i:.petitionElr has

been.

5,:; Claim for Damages':

5,"-·1.; PresumptiOn "of :NElgligeince; Estimation of: Damages:

ThElright holder (theipatenteeor<t:he:exclusive licensee)

may'deIllandpaymentof<damages against 'the infringer by virtue of

the provision :oftorts s t.Lpu'La't.ed in' and afteirYtrt±cle'709:0f the

Civil Code. This clJaim requires estaplishment·;of (1)

willfulness/knowingnessor negligence oftheiJnfririger,. (2) facts

of infringement of the rightoriritElrest:invplvedj'<ahd'( 3) the

amount· of damages_.

With respect to (1), negligence is presUmedtpibeipresent

under Article i103:rof the:patent'!iawr'and;>there: is':no::problem in

this "regard., "With respect; to {2 h ;;:cit wil'! sU:ffiii::e the

requirement to prove ,. tha:t:thEl; patented LnverrtIoncis 'commexcLaLl,y

-worked-'withoue:prope:tallthority.: ItwouldLno:t;;bei :difficul:t to do

so.

The establishment of: (3 lis ElxtremelY d.if.fLcuLt, .': however.

Therefor,' the Patent :r,awcontains provisionsifor:estirilation of

the damages to relieve the injured right holder-'ofthediff iculty

as mucrr-as possible. (Article 102: of: Patent', Law:) ..,

(1) presumption of Damages:

The amount of any benefit received by an infringer because

of his infringirig activities shall'bepresumed:to be the

Par', l' -CJfPatentLaw). Thus, it will sufficefCJrthe right

holder to prove the amount ofbenefit're'ceived,:by the

infringer. This pcovt.s.ronds madefrom<the':viewpoint that

it wOUld be somewhat easier·for'thei right'hblderitbprove

the amount of infringer 's<benefit 'rather' ethan the amount of

his losssustainedbyinfringemerit.

For the "purpose, of:establishing ythe, -amcunec of.. infr:inger' 5
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benefit, the right. hoLdez may r.equestthecourt,byvirtue

of the provision. of Article 105, of the . Patent Law, to

invoke '. an order . for "submission of such documents. in the

possessiqnof the infringer as are necessary for.ca1culation

thereof.

The term "benefit" is generally held to'••. mean the net

profit.(saJ;esprice o·f.the infringingproduct.less all cost

andexpense),ratherthanthe ..gross, profit (sales price of

the in fringingproductles,s direct cost of.production).

On the other Jhand,l,the infringer may disprove the

presumption by affirmatively substantiating the amount. r
of .;tight .'. holder's loss, for, 'whichpurpose the

infringer may equaLly, demand the couzt, to ,issue. the

order for production of the documents in possession of,

the/right holder.

In the case theright·holder does not commercially work

the patented invention by himself, the infringer.may

getJ,rid of.,the.,presumption. by' proving that fact, on

the.groundtha.t,the ;r.ight holder has not ;sustained the,

loss equivalent to the benefit which could have

-; otherwise been. enjoyed by the right holder.

It<.is also held that the infringer may likewise get rid

of .the presumption if it is ; successfully proven that

the benefit derived,bythe:infringer is firmly based

on particular capability or circumstances peculiar to

the infringer.

(2) Demand for Payment of 'Equivalent of License Fee.:

demand.for payment of equivalent of license fee; tqenable

\theright -hoLdezr to collect\paymentof, .. at least, the sum

equiyalent '. to .non-exclu.sive license fee but for any

affirmative proof .otherwise, There is no uniform basis

·.which decide.s. what. the sum equivalent to norr-excLus Lve

license fee is. Hence, there is no alternative but for

·qJ.deciding.on.\.a.case~by~case basLs whatit ;/lho;uld. rea/lonably. .. , .;, -"
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be.

As a method of'calc!1lating the license fee,. however,

there is an approach known as the "method of

di/5tribu.tion·ofnetprofit by three factors. " Itis

based on the approach that the net profit is not

derived solely from the patented invention but

infringer!s capital 'and his sales efforts also'

cOntribute to it and, therefore, should ea.chbe

entitled to a share of the net profit, according·.tO the

contribution of respective factors (shares to .be

individllally determined on a case-by-case basis).

5-2. Punitive Damages

In Japan, there is no system equivalent or comparable to the

punitive damages in the United States. Any issllesraised in

Japan, in connection with the punitive damages relateprinci:pally

to whether, in connection withexecllti:on in Japan ofa:judgmerit

delivered in' the United States, the punitive damages can

reasonably be· execuced il'r·Japan.'· .

With respect to . execution. of a judgment delivered in a

for.eigncountry,Article 200 of the Code of Civil Procedure

provides that it may be executed in Japan if all requirements set

forth in it are met. The issue will, therefore, relate to the

question of whether the judgIl\ent delivered by a cour-t, of'a

foreign country satisfies one of the requirements that such

judgment shall not be against the pUblit:: order or good morals in

Japan. The only precedent'case involving the' punitive damages

available in Japan, although nota patent infringement case, is

.·..a dec.ision delivered '·'by ..the..Tokyo ft.,~.~our.t on.~ebruar¥;21.8..r:
1991 ,Cwliich, held that, while the puriiti:ve. damag'e'sthemselves

would riot generally be against public order or good morals, a

case-bY"'t::ase judgment must be made, and that it will be against

the public order or' good morals to execute a foreign judgIl\en.t

ordering payment of a huge amount of punitive damages based on

insufficient grounds, and did not allow the execution of punitive

damages in that case.

~i~?::':}:'·:';';::·---·_:

't-c':



17

Part 2. Aspects of Patent Infringement Cases

1. After Detection of a Patent Infringement:

1-1. Detection ofa Patent Infringement:·

What is done after detectionof ..any·product .ofcompetitors

which"may infringe your patent. appearscto be almost>the same

between' Japan and the ..Uni·ted States·asto the.method.and steps,

there being no Substantialdifference. 'Wl1at you,do .fi:r;st is to

confirm the fact of infringement, followed.by the¢onfirmation

of validity of your. patent..

Prior to sending a warning letterfollowing.the .confLrmat.Lon

of the above it,is necessary to establish your policy as the

right holder -- as to whether you grant a license or invoke the

right to injunction, or whether you settle it on an amicable

··basis or.by::a... lawsuit..

If .. you·· have your own products based, on your'. own patentpit

.;wouldbethe baSic approach, for the purpose of precluding patent

'infJ;'inqements,to,specifythepatent number on your product so

your competitors will notice the, exf.st.enca of.,that patent.

If the product of the other .party' is.found to fallwithi·n

the scope' of· the claims of your patent" then you will have to

confirm whether your patent is valid, including at least whether

.theannualpatentmaintenance fee' has been paid and whetheryou

have made any contradictory statement inth.e >file wrapper .

•(Scope of' the claims, Article 70 of Patent Law; Principle of

Fair andEquitableT:r;ade, Article 1 of the Civil Code).

Prior to the giving of. a warning,. it is. ·necessary.j:o make

sure of validity of your ..patentbecause your patent maybe

invalidated or scope of the claim of your patent reduced as the

Japan,.apetition for Trial for Invalidation may be filed even

after the expiration' of the ·patent . right Care s.houldbetaken

to make sure that your, patent is valid. (Making of opposition,

Article 55 of Patent Law; trial for invalidation, as

above,.,mentioned)
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1-2"Noticeof,Warning:

If infringe is found, a notice Of ',warning is usually

dis,pa~ched, Lrrc LudLnqjari.: offer for grant of, a license; The

.not.Lce is generally given in writing, by "certified mail,

identifying your"intere$ts , infringed .by the other party and the

fact o.f infringement activities of the other Pllrty, and

designlltingthe ", deadline pywhich a,nsweI:' of, .:the otheI:"par;l;y must

reach you.

Unless ,it isevident,that,specific infringement .activities

are pzeserrc, .·the, first notice. Ls usually so drafted as not to uae

t.he, specific word , "Infringement, "simply drllwingit$ attention

to t.he presence of. your patent ,by a.letter·, inquiring whether,it

'is interested in it .

The notice of warning often .serves '. as. a. starting pod.rrt. f,or

negotiation with the other party. If you intend not to file a

complaint with the court immediately after it but· to start

negotiation 'with ,the,other,pllrty.for, solution .of '.thecaseby

grant of a patent license with or without a cross. license, it

may.' prove useful.

'2, 'Patent Infringement Lawsuits:'

In the case ofinfringemeht of your. patent, you may make: a

petition for, cessation 'of 'the infringement activities and demand

payment for damages under the Japanese law ,'. system discussed in

the previous Part . Usually,' notice of' warning' is:seried upon the

other party and,' if the infringement activities are still

continUed, then you will consider a remedy by lawsuit. Inthe

case of patent infringementlawsuitf;, the question of whether

things constituting such alleged infringement are within the

§PQPe.'o.f.:patient; right. "will..'.be.the ,issues, :to,.".be·"argued.,

The' scope of patent right isdetemined prinpipally by the

granted claims. The defendant will try various defenses; as

discussed later. If you want to solve the infringement .case by

lawsuiti '.. you as the right holder must be fully" prepared for it

by,makingsufficient investigation of the case.
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3. Declaratory Action for Confirmation of·Nori-Existence of

Right to Injunction:

The party who is served with the warning of patent

infringement or against whom a statement that he is.aninfringer

is publicized is entitled· to a petition for a provisional

dispositioll for prohibitioncofdisturbance,by instituting as

the mai.:nactioll a lawsuit for confirmation of non-'existence of

the right to injunction.

He may also take the statement publicized by the patentee

saying that he is an infringer as statement and distribution of

falsified facts provided for in Article 1 Par. 1 Sub-par. 6 of

the Unfair Competition Prevention· Law, and seek the·· provisional

disposition by way of prohibition of the said statement and

distribution of.falsified facts.

4·. Defensec in Lawsuit:

4d. DefenSe Alleging that the Patent is Clearly Anticipated by

Publicly Known Techriology:

In the patent infringement cases, the defendant may. well

challenge the validity or the scope of the claims of the patent.

Here is an important matter to be kept in mind under the Japanese

Patent Law. It is the Patent Office who has the authority to

determine whether a patent right is valid or not. The court does

not go into this .particular area.

In order to invalidate a·patent, a petition for trial for

invalidation of .the patent must be filed with the Patent Office

and the decision for invalidation must be obtained. Therefor ,in

the case of patent infringement lawsuit, the court assumes that

the patent on issue is valid. Thus, the question will arise .with

identical to publicly known technology or contain publicly known

technology;

In cases like this, it would not be proper from the

viewpointofrElalization of justice to simply protect interests

of the patentee. Courts cope with this question through various

means.

If the scope of the claims contains, in part, publicly known



20

-technology, courts haveiheLd-Ln their precedents that the scope

of patent right should not be automatically determined by the

scope of the claim but should be determined excluding that

publicly known part of the technology, to protect the person

whodscommercially working the invention fromunfair-··exercise of

right (August.A, 1964iSupreme.Court.). Courts.arepositiyely

participating i,nconstruction'ofthe scope· of patent right.

Then, what about if the claims in entirety are identiqalto

publiqlyknown technology? The person who is qommercially

working the invention will deal with the case by defense alleging

abuse of . rights. or Technology of Free Use . Articlel.Par. 3.of

the Civil Code. saysi"Abuse or misuse of right is. not

permissible", strictly prohibiting undue exercise of rights.

'rhedefenseallegingabus_e,ormis.useof right Ls to assesrt

that the patent rightsini$sue iareidenticaLto the pubLd,c l,y

known· technology. and exercise of such rightsamountsto.apuseof

rights. On .,theiother hand ,. the defense alleging Technology of

Free Use is based on the approach that any person may

commercially work any publicly known technologyi;reelyand·$uch

commercial1ii'orking should n0t;:be disturbed in anyway.

A. couple of. precedents have held those defenses based on

abuse of right or Technology of Free Use (November 26, 1976,

Nagoya District Court; April 17, 1970, Osaka District Court).

But it israre.that these defenses are held as alleged by the

court.becaus.e, as' previously mentioned, the court does not

deliyera j udqmerrt.vas to_whether a patent is valid or not, Most

oLthe precedents and prevailing theories construe the claims

narrowly and tend to exclude aasazt.Lon of the patent right rather

than excluding exercise of patent rights as abuse, with due

cases, the court construes the scope of technology within the

description of examples in the patent specification. (July 19,

1990, Osaka District Court etc.)
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4-2. Defense with License by Virtue 6f'PriorUse:

(1) What is the Licemse by Virtue of Prior, Use?

The license by virtue of prior uae. is the non-exclusive

license provided for in Article 79 of the Patent, Law, In short,

it' is anon-exclusive 'license of right of 'the person who has been

c:oIiltllercially'workingtheinventioninJapanor has "been making

preparation therefor at the time of filing of, a patent

application.

More specifically, where, at thetime>O'ffilingo'f a.rpat.ent;

application~aperson'who has made 'an invention by himself

withouv',knowledge of theconteritsof an invention claimed Lnr.t.he

patent application or,haslearned<howto make ,the invention from

a person jllstreferred,to~ .ha's beenc:omfuerciallyworking the

invention in Japan or has been'makingpreparationstherefori such

persofF'shall have a non-eexc'Ius Lve license 'on the 'patent right

undertihe patentapplication,c Such,li.cense shall be ,limited to

tihe<iriventiOn whi.ch is,' being 'worked 'or fOr which preparations for

working<are being made and to the purpose of such working or the

preparations .; therefor

In other words, license by 'virtue of 'prior use is

established to restrict the'paterit right and protect the prior

user within his Lnvent.Lontwhf.ch is' being worked or for which

preparations for working are being made.

It differs from invalidation of patents by virtue of public

use before application and also from the first-to-invent

principleoftheUnitedStatesin'whi.C:h,wherea substantially

identical patent application is filed by two 'different

applicants, the patent right is granted to the one who made\the

invention before the other.

compared, "as f o Lkows :
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Grouncl. 'for
of, pa,tent.

When filing anopposd'td.on
or, fHing ajpetitio;qt9lf
invClclidation of: patent.

Patent Off:ice

:i:l1te±:~~i document~)Go()d'~)SCll.d. in th.e mark~i
P;Pelatifig tOmcinl:ifactU're/al1d; interrialand!or

sale or preparation external documents
therefor. relating thereto.

(2 )

)LiQel}f;e»;>y' v:i'l;tue 9f;
prior Uf;e

Petition
filedftiith: 'Court

USecl.af;: A plea df'hon-
i:Qfri:Qge:lllen t

WhEm appli'ed: wheri) warn'irig of
inflfinge:llll"Ilt orf;uit,
for infriIlgement if;
f;e:rv~d. ,.... '

Means of
eViderice:

,lI,dvenl:;age9Hf;., Non-exclusive li<::(§J'lse
effect:

"~~u'i~~knts f;;~l:.igknskby v.i.rt~e ;;r p:rior u~e to Take

l?l~~e:
In order for the license by virtue of prior use to take

pi~g~,~- ih~··~;;~e;:gi~l. . work:iri~)!Of the!r~:i~~~iori or the

P7eparations therefor must be present at the time of filtrig of a

patent application. Ifth.e ce>~erciaI woBGig of fherri~ention

or the .prep.iJ:ClE.i.o~,therefori~ 'd.r~conhnued p~ior to ,the patent

appiic~tion,'the license by virtue of :P7ior:u~~ does not occur.

The commercial working of an invention. or ·prJpara.;io~~

there~0J:' if undertaken at the time of filing of a pa.tent

application,'~i11be s\lfagient in order for the license by

v~rfui()f;PI'iOI"Use to '" takeplCic:e .'I'he prevailing thJe>ry says
that the'iigen.se by virtue of prior uJe~±il occu~ ~~'';V'~h e~Jri

;.:-~:_ ':.i: ,:;:. ::;)-LJ,,),_ .,))::,::,:~L ,:.r ">.._.;:,,L' __,_;;;"·:, .;'''' ::i_,~,~~,, J::,';.,, __ ,__~):,L:,;.,L~~::x_;:,~"" ..,o;:1;:'~',JJ:_2. __ .:.,...c_,__';':,;-,,-;:,~,_",..,;":,:;~;, __ ,_,~~;;;LJ.: .(;:',;~': .L:·;,:1;;.;. .. _
Tfthat activity is discontinued after the time of filing of a

patel\l;~RRlication. ,
It·is not specific at what ~~age~ll~ preparation for the

~;,' ;,'-

commercial working of an invention commences to occur. Any such

kf~g~~'as lIIeI'~tlli.~~irigofth.~ b\l~iriess;;i1:esnng'or rese~~ch.i~

Il()t c:()~sici~red!thepreparatiClriforthe#;;:llI:llIei~ial;W;;~~ih9 of the

inverition. The invention must be completed and ';the actual

activi~ies Cl{having start~d the p:L~p~r~tB)Il;;fbusinesswitll;tll~

\

t
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intention of reducing the inventi6rt to:1eommercial practice must

bel?resent~

Under a number of the precedents, the license by virtue of

prior use was disapP:roved at thestag~ at ,~hich only design

drawings were made , A license by virtue elf, prior use was

awarded>ona case in which, in respect; "fa product, ~hishisnot

manufactured' until a specific order therefor is placed,

preparations' have been made to sub1i ext.Emt that the final

manufacturing drawings could readily be made out as soon as an

order therefor is received and detailed arrCl.ngementsIn~~ei,and

an estimate has been submitted to a prospective customer in

response to its inquiry, (Feb:rud:rY 27, i984,l,'l~goya D:i.str:i.ct

Couzt.s]

In another case, the license by virtue of prior use was

awarded when part of a 'plant has been purchased and a

subcontractor to whom manufacturing was sublet has placed orders

for manufacturing and purchase of necessary equipment and for

required raw materials (~ay30'!<1964, '·TOky~ Di~trict c~urt.)

( 3 ) Scope and Advantageou!? Effect of License by Virtue of Prior

Use;

in part, "Such non

invention which is

the Patent Law proyides,

shall be limited to the

There is a theory which restricts the scope of continued use

by the prior user to the technical mode that he· has been

commercially working or has been preparing therefor at the time

of filing of a patent application. But only few precedents

support thi.s.

Article 79 of

exclusive license

..

.... , ,':', ,":,:',-

The scope of a liqense by virtue of prior use, therefore,

should be construed not so as to be restricted to the technical

~ode which is b~ing w~ik~d or for which preparations for working

arebeing made at'fhe time offi.ling of a pat~nt~pplication, but

so as to include Inodi.:fied mode as long ~~the invention and the

l?u:r1?9Se of s~~l1w~rki.n~~rpreparati9n's therefor remain the same
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as before.

Many precedents, in fact, approve of the license based on

prior use on thebasJ..s of Stich <redtic:t·iontb pra:c:tiC:e or

preparations therefor as may have been varied, rather than such

reduction to practice or preparatiortstherefor present <at the

time of application of thepatentappHCa.tion.

Part 3. Arbitration

Recently; attentiOn toarbitra.tiori as a means of dispute

resolution is increasing in the area of the intellectual

property. The arbitration has reasonable advantages over the

lawsuit. To cite a few, eXCIlIIinatibn of 'the· arbitration c:::aseis

finalized sooner thaiFthat'bf the lawshit ,thearbitratibn costs

less than that of the laWSUit, and examination of the arbitration

case'isheldbnaclbsedbasiswith the result that the case'is

not made open.

The settlement of the case by arbitration will be worth

rec:::eiVirigmoieattenti.on'iri • the flltllre';particlllarly when the

time andcc:osti requlred fCit·· dispute in' the 'lawsuit between (the
plaintiff and defendant are considered.

There is no basic difference between the arbitration in the

United States and that in Japan. As far as the intellectual

property is concerned it will be worthwhile to note the

following. First, while validity of patents may be challenged by

arbitration in the United States, it is the Patent Office, and

not the court, in Japan that decides whether a patent is valid

or not, and it is very unlikely that validity of a patent is

argued in the arbitration case. Nevertheless, use of the

as well.

Provisions relating to the arbitration are contained in

Articles 786 through 805 of the Code of Civil Procedure. In the

same manner as in the United States, the arbitration leaves its

solution to arbitrators, by way of an agreement previously

entered into between the parties with the specific understanding

that each party will be bound by the award rendered. Outline of



25

the arbitration system in Japan is shown below:

(b) I!;Xc~gt'J1lJ.~re,thE!p~rtiE!sto:thE!disp:ute have !'inagreemE!Jltin

effect to tllE!s,cmtrary, e,ach, party may, appoint ,an

arbitrator.

(c) In the case two or more arbitrators are present, an 0plnlon

sllPportE!ci1::>Y a majqJ:"itY<J1Hlc;:oIlstituteth,E! ciecision to be

lllade.
,~.; ..

,(d The arbitrat;ionaward ha~,the same legal effect.between,the

partie!? involved as the final judgment ..

(e With, the jucigmE!ntjQf execution" .t.he arbitration award

rendered may be executed.

,,§.p,,\cial,i:z:eciiIl 90mmElJ:"ci!'il aJ:"bi trati,qll,thE!.Jap!'in CPllllllerc;:ial

19bitJ;CI,tipIl Asspc;:iati,qnhas arbitr!'itiqn r:ulespf its own.
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PIPACOMMITTEE 2, GROUP c
Practice and Lawswith Respect to Patent Infringement Litigation in Japan

Part I: Scheme of Law

Subject!
(Reference pages in the paper)

!

Duration of Patent Right
(Page 2)

Laid-open application
(Page 2)

Provisional protection right
(Page 3-4)

Injunction
(Page 4-5)

Japan

15 years from the date of publicationofthe patent
application but not to exceed 20 years from the filing date
ofthe patent application,

Patent application will'be laid open after an 18 months
period has elapsed from the filing date ofthe patent
application

Upon laid-open application, applicant isentitled to the
provisional protection with the right to the payment of
compensation.

<Article 65'3" PatentLaw>

Exerciseof the right to commercially work the invention
clalrnedln the patent application after publication ofthe
application; absolute liability ifthe patent is not granted.
<Article 52 Part4,Patent Law>

Patentee may require discoii'tinlJanceor refrainment of
infringement

<Article 100, Part I, Patent La,.,.>

1 -

U.S.A.

17 years from the patent registration.

Noequivalent provision.

Noequivalent protection as Japan. Patent applicant is not
protected until the patent is registered.

Injunction, with almost thErs~rJjepurpose as under

Japanese Law.

'"11'\
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PIPACOMMITTEE 2, GROUP ~

Practice and Lawswith Respe!:tto Patent Infringement Litigation in Japan

( Subject!
(Reference pagesin thepap~r)

Partl: Scheme Clf Law

Japan U.S.A.

~

.·3),· Requestfor production of documents and things

etc.
(4) Pretrial conference

(5) Selection of jury (only if jury isadoptedlthe first
instance)

(6)dral~r~urn~i,{· .

-Argument, showing
-Defense

(7) Verdict by j\lry
(8)Judgment

(1) Complaint
(2) Answeri ng

(3) Discovery

1) Depositi~n

2) Interrogatories

Evaluation of evidence
Free estimation of evidence

(4) Judgment

(1) Complaint
(2)Answering

(3l0ral proceeding
1) Preliminary pleading

~ Argument, showing
-,Defense

2) Eviden<:e Hearing

- Mean~Ofevidence
-Documents
- Examination of witnesses

- E~p~rte~idenc~
-Interrogation of partiesby jUd~~(s) ...

-Realeviderice or view

Lawsuit
(Page 6-12)

(1st instance)

-2-
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PIPA COMMITTEE 2, GROUP c
Practice and Lawswith Respect to Patent Infringement Litigation in Japan

U.S;A.

Settlement:
Timing ofsettlement in the courseof proceeding.

'Likely to take place at pretrial stage

Preliminary injunction

Appeal

Part I: Sc:heme of Law-
'.1'

-Japan

Settlement: . , ,
• Timing of settlement in the courseof pro~eeding.

Re~ommendationof settlement by judge(s).

It isgranted.provisionalI}', prior to judgment on main
.aqic;>n, inthecaseof seric;>usloss(d~magec;>rin~bilityto
avoid impending lossor damage.
<Article'23'ff;c;>f Civil Preservation Law>

Subject
(Referenc:e pages in the paper)

Lawsuit

(Page6-12)

.,(209 instance)
'Wail)stan~e)

l
I:!>

3-



PIPACOMMITTEE 2, GROUPCI
Practice and Lawswith Resp~e;tto Patent Infringement Litigation in Japan

Part II: Aspects of Patent Infringement Cases

Subject ..
(Reference pages inthe par:jer) Japan U.S.A.

Laches and estoppel

Prescriptions

Invalid patent

Abuse or misuse(\f right
.' '-~ ,-

Violation of Anti-trost Law

Frlllldulen1:acquisitfon of patent
*
*

*
*
•

*

Seemingly, substantially sameasJapan.Investigate contravention and patent validity.

Estimatesize and lossof infringement.

Business relation/licensor-licensee relation.

Company policy.*

•
•
•

* Abuse or misuseof right

>* Invalid patent

• Technology of free use

* Limitation of actions

• Prior use
* \/iolation of Anti:Mono~oly'-aw

Warriirigletter

Injunction. claim for dal1)ag,!s I Injunction, daimfor damages

Declaratory action forc()~firl1)ation ~f rights Orother legal IDeclar~torYJudgment
relationil'l respectof disputes between parties involved.

If an infringement is found

(Page17)

)ll/arning

(Page18)

Declaratory action for confirmation of

non-existe~~eof right to iniunction

(Page19)

Patent infringement lawsuit

(page 18)

Defense5'ininfringement litigation!

(Page19-24)

-4-
~



PIPA COMMITTEE 2/'GRQUP ¢
Practice and La~swith R!isp~§tto Patent Infringement Litigation in Japan

, ~"

Part III: Arbitratid6

(Reference ;~§~;frl'thJpa~er) I Japan
;j..,

(Page 2~25) IAvailable subjeCfto agreement bl!twl!?n parties involved.
<Article 786ff., Code of Civil pr~i:edure>i •.•..
Rules of the Japa[l Commercia' Arbitration Association...

Avaiiable in Japa~ fOf'ihtellectualprop~rty tights.

5-

U.S.A.

SUb~tantially same as Japan

RulesofAAAc ."
watched with interest as alternative disput~ resolution

(ADR).

c>

<v... 1)
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Abstract:

litigations in European countries. However, prOce,,5iure for ":,.,1'",,

patent litigations are not well known. A questionna:trl;) ,'was

prepared to conduct surveys among European flat.eJ:it attOJqneys.

Comparative analysis was made including Japan.
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I. Introduction

There has ·'beenan' increclsing interest in jury trial in the
bis :A.clInong busiIl.esspeople in Jiipaill Takfng'this intoac:count)
thiscOliinlitteeC:ll.ose'J.astyeai-ithe topic of"Jury trial±Il. 'u,s.
patentliti~ations>foi-'the .discua's Lon by panel£sts 'at the 22nd
International Congress in Rochester.

This year, this committee focuses on European Community
which shortly appears as a single market, with more emphasis oi!.
aspects of patent infringement TitigationsinEurope,

Initially, nlefubers intehded to study the "Judgment
C:onvention"whfdh'provIdes for the ju:i:'isdic:tlon of cburtsand the
enforc:ementof 'jud§ments>ac:rossthe board Of 'E:uropean'c:ountries;
Wethoughfthat stUd.Yin>.that areB' would be practh::aF information
for business ac:tivities; .., But we shortly realized thataltllough
there are some artideSoi!.''''forUlTl shopping; "Eur6peianpatent
attorn(;lys'are not'pufting much {.Tefght .. on rthLs area.

consequently, wei have changed 't.o study procedures of patent
infringement '·lHigab.onsin:major industrialized'col.mtri'es Ln

Eurbpei,'w.i:th'sped'f.i:C: emphasIsonflows 'and·'st.~ps·6fTItigatIOiis
arid avaflabfeevIdeiiicesDIscussfon'hereis incorporated below
w:tth Japan and the u.s.1\.. for comparison.pllrposes:

TllecbIrimitteie has'sele'cted, as'countries toibei' su.rveyed',
Germany,' France, Italy'arid the bnHedkingdom (U.K; ); For each
country, <two patent.'attorneys were selectedt'o whom questionnaire
dripatentiiifrihgemehtHtigatiOnswas sent, Discussion· is based

to' Japan and the' U:S.A. IhfbrInation 'was 'sougntfrom available
refEdence materials A comparative table is sllokin Attachments
1 - 5.

-.

.'
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III. Process of Patent Litigations

Processes pf pi.l,teIlt,in~J:"iIl<1emeIlt,l,itigat,iollsini the searched

cPllIlt,r,ies.:w:erepompCJ:J:"eq.witht,llatiin,!J:a,pa,n. ''l'heJ:"eiis.basipa].ly

a,:l,>,im,ilar,ityi~i't,heprocess l:>et,weeIltheEurpPeCJ:npollntr,iesaIld

.rapa,n.l,>O that the prqcess a,11,q. .pro.ped.uJ:"e,inJapan. is. d.,iscusseq.: as

an example.

1. Lawsuit

A lawsu,it .. is commenced .:W:he!!. .apla,intiff filesia' compLaLnt;

befoJ:"~'a, dist,J:"ict court ,. ..' A pppy 0+. the compLaLnt; is,' served to

tlled.e:i:e1'!dctIl:t ,inl ito 3 days .. ,[Then, it,lled.efeIlda,ntanswerEl Ln

~,iHIlg:w:i thin)Cl,impntll pr. sp ,a,nda,ppp¥.pft,lle"ans:w:er.,i.l,>:l,>e:ryeq.

to ::1711e,:plaiIlHH.• " TheJ:"eaft..e.r,prepa,ratqry p:J.eadings are

Slll:>mit,tedto ;1::!le court so <is to . covez; all ;1:11ei,iSEllleEl" and

hea,r,ings, :aJ:"e,llel d ba,.sed (JIll theplead,iIlgsI rel,>Pect1vely.. Such a

pleading and .lJ.e.aJ:"iIlg,.open:tp.Pllblic'i Ls .. J:"ePea,ted.. 10) .to 2.qt,imeE;

51;1:,1 ,t,O,2"mqnttl;,intervals.lln;1:il:t;lle jlldge ct0J:"1\lscoIlv,iS;1:,ionon the

,issues .i:Dllri:I).,%theperiodfor;trials, techni.cal legture is

prOvid.ecl'tO t.he,.judge .:w:i tll:J:"egaJ:"d I' tot,lle· techn,iF<il ;ba,pkgrollnfh

sgPPe Of ipa,teIl:tplaims and :ttle ac:cused.pJ:"0dllct/proppss.. The

district couzt, decides the.c:ase "in 2to 3yea,ps from . the

commencement of the lawsuit.

Parties may appeal to High Court againSttlJ.eicie<::iEl,io~(?~ the
district court. After the written answer is filed by Appellee in

about.-one mpnth, prepaJ:"atoryiplead,ingsa,re, f.iled before the court

l'1eyera,L.timesand t.henheariIlgE; p.rehe].d.a.pqllple/i>ftimes. High

GOllrt llsually decides (the lipase lin. 1.t.02. years from the appeel,

supreme Court may hear appeeL agaillst. ,theq.ecis,ion pfHigh

f;iled'i and a hearing based there.on may follow . The plela,d.iIlg

andhea,J:"iIlgI,is( held . one . .t.Lme at most. Supreme GPllFt . usually

decides the case in 6 to 8 months from the appeal.

2. Temporary Injunction

A case for temporaJ:"Y injunction claims an urgent judgment by
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the ·courL· The jUdge usually hears 'the'alregation 'of the

claiming' party andmakesits'dec±sionwithouthearing'theother

party's rebuttal. However, iiFthecase ofill.dustr£aFproperty,

the judge decides whether to issue temporary injunction after the

hearing from both parties. This·isobecausedf. tnei.complexity' of

an' industriaF.property ··case,.

."'A!E'tempora±Y'in-jurlctioii case, starts'with'acl,iim"f'iiled by a

claimant. ' "Acopy of the'claim"'isserveddto" the; 0ther C'party.

preparatory<pleadings are submitted,/ ahdra hearing based thereon

i:sheld ohce'in-eachmonth fora1:>outl0'times.'<'LThe·'hearing is

hotopento'pu1:>lic. Duri:hgdthis 'period, ,the judge isc'provided

with, teChhicalleCtll'reonthe';.technical····· background., uscope of

patent claims and the accused product/process ;.A.fter;having

sufficient understandingC- of" 'the '·case,· the":judge "'suggests a

settlelllentto theparties.FIf.the parties agree to the

settlement, the case is withdrawn.; .If;.ei:therpartiy· "&s not

agreeable'to the"settlemeht, the' court must <:i!ssue a temporary

:i!njunction6r dismiss the claim.'Thisjudgmentis'sblely'for the

temporary purpose . GenerallYtthe claimaht is to bring the case.

into' a main suit thereafter. In some occasions, however, the

temporary injunction procedure anct the main 'suIt; Can be carried

in parallel.' Enforcement oftihe temporary injunction usually

requires a bond in the legitimate amount:"

IV; 'comparative' Review

. 1. Patent AFrplicationsandGrantedPatents '

(l ) ThentiIitber of Abplicationsand Granted Patents

Fig. 3 shows the number- .of patehVapplications and

U.S·;A.and Japan.

Compared with Japan and .the tr.s .Ai where the patent

applications reach approximately 350,000 and 180, OOOr'per

year, respectively, the ntiIitber of patent applications in

these four European countries are not large,' where it

roughlyvariesfroIllTO,OOOto'lOO'OOO.

The ntiIitber of granted patentsreach.about40JOOO per

.'
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year in Germany and Franc;::e. It is less than US where about

1QO,000 patents are issueci, but it is c,omparable~ithJ"apan

wl)E;lreabout60,00Q patE;lnts are gra.nted.

(2), Applications and Patents per GNP

Fig. 4 shows the number ofpi,l.tentii,l.pplj,cations and tl)E;l

numbE;lrof gri,l.ntE;ld:pi,l.tents perGNI!. iThisreviE;lw~as;made to

,c;::ompi,l.re tl)enumber.baseci .on i,l. unit: E;lconomic·level.

Itil> clear that in GerJllanYi,l.ndFri,l.nC;::E;l,th~.nUIllbe:r;:of

patent applications. per GNP j,s almoE;ttwice !is m:uc;::h as the

number in the u.S.A. ,anci iSi:ab,outa half of the numberj,n

;,;:'J:,apan:~~ : WhilE;::' these, tWQ,countries:; sh.Qw;',:Y~ry l-aX::9€!'! -figure$ 'j'

thE;l U.:K. is at. the U.S. level.

. An interesting tendency:is E;eell that the statutory

li,l.w c:o:untrieshavelarge numbers while . the case law :

c.ountrieshave small ones.
The numberofgrantedpatents:perGNPinGermany and

Franc:e.exceedthose in. Ji,l.pananci the U. S •. A. The U.K..and

It;aly remain i,l.t tl)e. s.i,l.II\e:level.ofJapan andtheU .S •.!\..

2. Patent Litigations and. Litigation Costs

Fig. 5 shows the totaLnumbe.rof patierrt litigationsallci its
ratio to granted patents in a year. Fig. 6 cOinparE;l!1l,itigi,l.tign

costs.

It is noticeable the number of patent litigations reaches

300 in Germany, and about 10 in the U.K.

'.l'he ratio is high iIl§erJlli,l.Ilyal}d Italy. It accounts

for 50 - 60'!; of that of· thE;lU. S.A. The .. ratio in the U.K. is
almost the same as that in Japi,l.n.

countries remain approximately $100,000, which is close to the
costs in Japan. Theu.S.A.is.outstanciing where $ 3 million is

shown.

3. Steps.· of : the Court

Fig. 7 shows judicial hierarchy depending upon the issues.

(L)Validityof: Patent
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The issue of. patent, validity can be a;!:"gued wit.hin a

Iitigation procedure for patentinfringementin.F;!:"ance,

. Italyj·the U.K. and the U.S.A. ,In Jap/l.n and Germany, patent

validity is separately heard. In Germany, 'it. isrhea;!:"din the

Federal Patent Court.

In Japan, "the : Patent C)fficeeJCamines,.patent rvalidity .

'l.'ol\;yo.High Court has Jan .exc:lusivejurisdiction over the

". appeal ag/l.inst.,the decision '.' by the patent .Of fice.

(2) Patent Golinty Court

IntheU.K., PatentCoiultY"Court (PCC)was·established

in September, 1990 which is available as a first instant

court for patent infringement lk~iga~ions.

While High Court. in the U.K, ..usuallyrequires more than

36 months for conclusion, of a case, 'PCC <is scheduled to

conclude in 12 to 18 months. However," depending> upon

complexity, a' case may' be, transferred from. PCC to High

.Court'. On the other hand,' if the parties wish to'gofaster

and cheaper, their case can be transferred from High Court

to PCC:

4. Characteristic Features 'of Litigation Procedures

Table 1'·' shows characteristic ·featliresdfpa,tent litigations

iri'each country.

(1) 'Jury Trial

The U.S.A is the only country that introduces Jury

trial for patent litigations.

(.2,).'rri.aLLawver

lrieach COliIltry,generalla'wyers'playamaiIlrole in

procedures, and patent attorneysslipportthem. In the

U.S.A., however, patent attorneys are the additionaHy

equipped withtechnicaledric:ation anlonggeneraLla'wyers and

play amain role in procedures

In France and the u;K. ,only barristers co.rr'espond to

general lawyers and canspea.k!before the cour-t OIl behalf of
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'ttre·pa.rties. Solicitorsparticipateonlyiil the course of

·preparinglegaT"docurnents;

BeforehPCC·in:theU. K., solicitors and' patent attorneys

;are' qualified to ,proceed.

In Italy, general lawyers include three •categories,

. ·na.JIIEHy:Procuratore . legale/ 'Avvocato.··· and' Avvocato
~

patrocin,;;te>in'Cassazionei The :Hrstone,Frocuratore is

limited to specific'; district courts and high •courrt.sswh.lLe

the second one, Avvocato is available for all district

courts and high courts in ItalY;·':r!:J.e.la,stcategory.is for

··'iL.all·thedistrict courts,' high.courtsan:d .Supreme Courts.

(3 ) Collection of ···Evidence '

Discdveryis.ameans of collecting evidences employed

C;onlyin the.U;K. and the U;S.A. In the U.:K.,however,

discovefY cannot•. be usedas ..a fishing el!'e:r;c:ise •..

Seizurei$ameansforgett.ing.evidences unc:iercqurt's

·-order. El!'c:ept·for,Japan and c;;e:r;manY,seizureis avail,able.

(4) Trial ( ~j, CoJ j

Except for U. S. courts and "in the U. K., patent

trials a:r;ec:on5l)lctedma,Jn~yinw:r;itinc;J'

In,Japa,n, th.eo:r;etiqql prqced)lr~istopr~pare.pleadings

in writing and to orally state based thereon .. In.a,qtlla,l,ity,

however, oral statement is usually omitted by simply saying

"The description of the preparatory pleadings is hereby

s.tqtec:i. "

(5) Temporary Injunction

'condit.ions,therebyto establish an earlier remedy against

c:iamagesby infringement.

In the U. S .A.•,there a re two types of temporary

;. injunc:tiqn,.namely;> Temporary Restraining Order (TROl and

Preliminary Injunction. TRO is issueqwithqllt hearing to

allqw .. a shczt; term Ln junct.Lon, Preliminary injunction is

•ordered 0Il~y a:EterIl~qElSs.q:n'·hearinc;J.s...
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court decisions, PCC irithe'U.K. may have substantially the

same effect·.

.In view of 'earliness ofto assure' an .earlier decision.

unJustifiableburdeh' tooefendant;·! ,. However, chances for

beihgfoundrecoverable a:requite small.

The U.8 .bdurts usually find 'attdrhey's fees

reCoverable' in such groundles's cases, and ih"a.. case' where a

patent at issue was obtained by fraud.

Germany provides for statutory amourrts for

reinbursement in propdrtioh to the Titigation:costs.

(6),Workingby Defendant'after! Injunc'tionisOrdered

When! an injunction is 'oraered, '.restraints on

Defendant's working (making, using and selling) differ from

country to country. In the U.K. and the U.S.A., Defendant

cannot continue its working during the ,pendency '0£ thef.case

in the appellatecburtdrSupreme Courts;' . In Ge:rmany and

Italy, Defendant can continue its working unti:1Tthe

appellate court decides the case. After the appellate court

decides in favor of the injunction 'ordi;lr,:perendant.c1in :no

longer cOntinue its working :To:the;contrary, Japan and

France allows the' continuance of working in principle during .

the pi;lndency in the:a:ppealcourt ortfie' Supreme' Court.

However,in any ., countries ,.workingis"llnava:ilable in

case an interimenforbement ;.isruli;ld. :Inthe: U.K.,

";befendanthas to deposita bond in order to. continue

working. In . Germany, '. to the contrary, .Plaintiff,has to

deposita bond to legally 'prevent Defendant;frdmworking.

('8')'Reinbursement of Attdrney' s Fees

Attorney' sfees· are recOverable in Germany, France,

Italy ahdthe U.K. in principle, while inJapahiind the

'U.S.A. they are rarely recoverable.

To be mozre specific, attorney's fees are':rscoverable in

(T)"·StiInlnaryJUdcpnent

SUinmary judgment'is a d3ysteIli'onlyadopted in :theU. S.A.
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Reinbursementis availaplE! in France by 10% or less of thia

actual legal costs, by10'" 30% in Italy and about 75% in

the U.K.

s,: Claim Interpretation

Table 2 summarizes available doctrines for claim

interpretation.

(1) Scope of Protection

Description of the claim defLnee the scope of

protection. In actuality, however, thescqpeof protection

isde.termined differently depending on the countries.'.

European countries ..havetraditionally been protecting

the principle of inventions. This tradition allows flexible

interpretation of the. claim even.after the protection ..based

upon the claims has been introduced. While following the

.claim descriptions, European countries tend to draw a line

somewhere between the narrow scope defined by the claim

wording and the broad scope under the essentiaL concept of

inventions. Consequently,b.roadness of. tft.eir claim

interpl:"etation resides between Japan and the the U.S.A .

.Among,European countries, the U.K..·· seeks narrowest

protection with France, Italy and Germany to follow.

Since its law amendment in 1979, Italy has weighed

claim wordings for determiningprqtectionscppe.However,

. a high level of flexibility is appli.ed in case of

determination pf .the scope of patent protection.

In the U.K., claim wordings define the scope of

prqtectiqn with reference to the description of the

In Japan, basically, claimsal:"e interpreted literally.

However, because of its linguistic nature, the scope of

individual words are flexible according to the legal

interpretat.ionmethod, and thus the coverage of.tl:1E!claim

can be extended or shqrtened with reference to the purpose

of -. the invention. This may be named a doctrine of word

interpretatiqn .111, any everrt, :hqwever,this gpc:tl:"ine cannot
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expand tIle sc:ope .. so as toc:over such . tIlings tIlat tIle

c:onstituent words can by no means reach with their'inherent

··meanings.

The U.S.A. is a contract oriented society in which the

meaning and the scope of words tend to be severely

costructed. If such a severe construction would be applied

to the claim interpretation, the protection of patent rights

might be too narrow and weak. Thus, a doctrine of

equivalents was introduced in which the protection is

extended to the ",equivalents" apart from the literal scope

of the claim.Curren'tly,this doctrine seems .t.o have been

,applied expandedlyto cover' unjustifiable "equivalents."

(2) Doctrine of Equivalents

In 'Germa'hYi if.. equivalent "elements are patentable, such

elements.,'will be " judged infringing.

French courcs review the appearance, function and

"'Jre:;;.u,ltof .a .means "to conclude i ts,equivalency.

In Franc:e, conclusion. on ".equivalency i s ..l.ed based on

the following.

l): Whem an invention includes means which is new in its

.appeaz-ance and ,. func:tion, an item having different

nappearance J::>utachievingsimillar results by the same

func.tionwill -be regarded as an, equivalent. Then

inJJ;ingement. Lsv f ound,

2) When an element of an invention is not new in its

function but new in its appearance, an item will be

regarded as an equivalent }l;J~:1ttJ~S?'lJ:!1cj.,:,j,~!1JE'!,nsl!}[l9

inyentiononlyif they haye an equivalent appearance.

TIle U.K. adopts amethOci called "purposive construction"

wl1ic:h>.,includ,es a 3.,.steptest. The first and second steps

cietermine the magnitude of effects and their unobviousness

respectively. The third step reviews the intent of the patentee

as to claim wordings. Based on these steps, finci,i:rlg of
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infringement "is made in the way similar to' the doct:d.ne of

equivalents.

The purposive construction in the U.K. includes,following

methods ..for :: interpretation ~

:••,,1) :If the variant exhibits, a significant difference,Jin the

",way the inventiop.wor~s'i it ,'is .'consLderred. outside the

scope.

Ifitis not obvious to those e;killed in theart'at the

time of publicationtha:t ireplacement by' the: variant

would not cause any material difference, theniJiit is

considered outside the scope.

3) Even:iftha.tis obvious: .t.o the ski:lledin the art, it

is considered out of scope ifi he/she 'Would have

','understoodthat' the patentee ' s ,intention''Was directed

to .the·strfctmea.ning of :,the •words>usedin·theDclaim.

otherwiSe, fnfringement will befolind~

In Japan, the doctrine of equivalents could be adopted when

and if a Iiteralscope is unreasonable in view of, the gist Clf the

invention. However, the doctzrd.ne of equivalents Tn"'Ja.pan is only

a.pplicable to elements for replacements ha.vingthe'sa.me function

and effeCt, provided that sucha.nidentical'flinction and effect

was anticipated by those who are' skilled'in the'art. Its

application is restricted to items which have the same principle

of solutiCln.

In Germany and theU;K., statements made' 'duzLnq the

prosecution of a patent application constitute estoppel and

affect the determination of s copevof pzot.act.Lon .

In Japan, statements during the p:i-osecutiCltl st'agesicfo

'not constitute estoppel in strictmea.ning; HClwever/·they

can be referred to for the interpretation of 'the·to;;;be..;;

,gra.nted claims.
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(4) Review

It should be aware t.hat l>C9P'e' of protection is

influenced by the character of languages. In Japan,

practice flexiblyidefinest.ne'meaning of words t.o'consider

whether an object falls within. or not . Incont,ract, U.S.

··practlce brings the object closer to the words to decide

infr~ngeIllen.t.

A patent claim is inherenUya contract between the

patentee "and the general publlc Whetheithepatentee

should be responsible for tliewordingsnE3l~hE{usecii~the

claims thereby to minimize. a nllisanbe' to t.~iapubiic;or
,should be fully protected at .the sacrifice of ..andthe

/iarassmenttothepul:>lic wQ1.{i<ibe a mat'terqfbi3.lanc:e and

sOcial policies in respective count.r-Las ; Their history and

bulture are prevailing factors.

v. Conclusion

Somea.f;pe9ts9:f .infringement·litigatiQIlS in~1:)l1r European

countries (Germany, ~rance,-mItalyand the u: K.) have been

diSCUSsed withc:()~parisonto correspondin.gaspec:rs ·inJapan and

the U. S .A. Interesting point to be noted is that litigation

cos t sLn these four countries are appxcx.tmat.e.Ly $lOO.,OOOwhich is

aboutjthe same as Japan, and that U.S. litigation costs . are

ext:remelyexpensive. This fact raised another question: How do

u.s.fompanies regard the expensive litigation costs and ho"W' do

they cope with such costs? It would be precLous opportunities to

hear from the u.s. groups on this point.

I:n.thefuture, the member of infringement litigations will

report.

""'V'U',.l provide with some insights for patent p:r:-Cl.c:t:it:i<m'arf;
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Table 1 Characteristics of Patent Litigation
.

JP DE FR IT GB US

Jury Trial X X X X X 0
.

Attorney before court 0 0 0 0 0 0
-General Lawyer

-Patsnt Attorney X X X X X 0
t< / ...•• . /i ... ...... '......... '" ... ' .. ... A'{aila~l~

............/ ..... ........... / atPCCi\',

Evidence
•• X X X·· IX 0 0
•~Di,do~~rY '.

.... ...
•

• I . .:

•
.

·
' . 1/ ! •.•.

.
-Seizure · X X 0 0 0 0•

.
.. ... ...... • . ." .

· .: ./ ..} i\·..· i

Argument (maihly)
.

•

. • • High pce "'.....
•

.,

••••• 0 ·0 0 0· Q r¥.• ..
..........

-.P~per • -. .....

,
.':

!..
.•.. I ....... · •••••••IK ...

-Oral • 0 .•...~ 0.. . .... ..

. -
Temporary Injunction 0 0 0 0 0 0
Defendant's 3rd 0 X 0 X X X
Working
Pending Appeal 2nd. 0 0 0 0 X .X..

Summary Judgment X X X X X 0
.

Reimbursment of ~ 0 0 0 0 c:Attorney's Fee (RARE) (RARE)

o =Yes li. =sometimes Yes X =No
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Attachment 1

Countries J P D E F R I T G B U S

Pop u I a t ion (mill ion) 124('90) 8 0c91) 5 8c90) 5 8 (' 90) 57('89) 2 4 6 ('88)

GNP (Bil. US$) 2. 9 0 0 (' 90) I, 5 I 6c90) I, o0 I c90) L o0 0c90) 8 3 4 (' 89) 5. 2 0 0 (' 88)
.' .

Patents Filed (Thousand) 3 6 7(' 90) I 0 I c90) 16(natinnal). 5 7 (EPCtPCT) c90) 9c90) 2 8c90) I 79{'9D

Patents Granted (Thousand) 5 9(' 90) 44('90) I3(national). 2 2 (EPCtPCT) (' 90) 1 3c90) 9c90) 9 7(' 91)

Civil Lawsuits Filed c90) 610.ooo(District Court) 360.ooo(District Court) ? L060. 000 90 ?

.

Patent Infringements Filed 54+? 2 8 6c90) ? about 1 0 0c90) I 0 c90) about I 2 0 0
...............

In favor of Plain. 1 2 (5 296) ? ? 7c90) ?
Decisions

In favor of Def. 4 2 (4 896) ? ? 3c90) ?

Settlements ? (2 596) ? about 7 596 20 ?

Court Step
Supreme Court Supreme Court Supreme Court Supreme Court Supreme Court Supreme Court House of Lords Supreme Court

/1' l' l' I -, l' '1\ l' l'
.

High Court Tokyo Higher Court Appeal Court High Court Court of Appeal C A F C

/ , High Court
T l' /1\ l' l'

r __T_ --I Regional Federal District Court District Court I 1 District Court
District Court !Patent Office: Court Patent Court High Court ~ Patent County~ .

1. ___' ___ '
Court (PCC)

Clnfringement) (Validi ty) Clnfringement) (Validity) Clnfringement & Validity) (Infringement & Validity) Clnfringement &Val idity)
(lnfrtngeeent (Infringement)
&Validity) [optionally Validity]

Litigation 3rd 12/ 24-36 / I 0 0 24-36 / 8-15 24-36 /40-70 / /
Period/Costs 2nd 24/ I 2 / I 0 0 24-36 / 15-40 36-48 /60-90 /70-80 /
(Months/Thousand US$) 1 s t 24'-48/50-100 I 0 / 100 24-48 / 40-1 00 36-60 /40-110 , High 36-/70-120 24/3000

PCC 12-18/

Courts Location decentralized decentral ized centralized upon Paris decentral i zed centralized upon London District Court : 1-3 per states
.
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Countries

Claim Doctrine of
Interpretation equivalent

Prosecu tion
History
Estoppel

.

J P

Ye s
(sometimes)

Referable
(not estopping)

•Claims are interpreted
fundamentally literal. However.
words constituting the claims can
be understood flexibly so that
scope of claims can be slightly
expanded.
• File history is reasonably
referable for the interpretation.

D E

Ye s

Yes

•Claims are interpretated between
the exact wording and the general
guiding principle of the claims.
•Doctorine of equivalent is

, applied if an equivalent has
inventi ve step.

F R

Yes

No

.

• Equivalence is found where means
are applied which. although

having different appearance.
fulfill the same function in
order to produce similar results
. If the patent relates to an
invention in which the
appearance and the function of a

means are both new. then the
above definition covers
infringing means.

• If the patented means are only
new in its appearance but not in
its function. infringement will

be found only if the new means
can be considered as an
equivalent to the appearance of
the patented means also. because
• since the function itself is
aIready known. it is the
appearance which is patented.

I T

Yes

No

Patents are granted without
examination. If there are
corresponding foreign patents and
the claims thereof are limited
after examination. the Italian
court will consider both the
traced anteriorities and the
acknowledgements of the patentee
for evaluating the substantial
validity of the patent.

G B

Yes
(similarly)

Ye s

Avariant of the literal wording
ofa claim is to be considered
according to following three
questuions.

(1) If the variant has a material
effect upon the way the
invention works. it is outside
the claim.

(2) In the case the variant has
not a material effect:

(a)it such a fact would not have
been obvious at the date of
publication of the patent to
one skilled in the art. it is
outside of the claims:

(b) If such a fact would have
been obvious ;
i)it the one skilled in the art
would have understood that
the patentee intended to have
the strict meaning of the
claim language. it is outside
of the claim;

Il)it no, the claim is
infringed.

u s

Yes
(widely)

Yes

According to linguistic feature
of English. scope of word meaning
tends to be strictly limited. In
order to secure sufficient
protection of invention.
interpretation method is widely
taken to include within scope of
protection thing that cannot be

meant by claim wording but
exhibits substantially same
function. way and result to be as
equivalent.
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Countries

Jury Trial

Attorney before Court

Discovery

General
(Pa t en t

.

.

J P

No

Lawyer
Attorney
. Su p p c r t )

No

General
(Patent

o E

No

Lawyer
Attorney
r S'u p p o r t )

No

General
(P ate n t

F R

No

Lawyer
Attorney
: Suppor t )

No

I T

No

Genera I !.:awyer
(P ate n tAt tor n e y

:Support)
(I) "Procuratore legale" lI!Io can

plead only before District Court
and High Court of one
geographical region.

(2) "Avvocato' who can plead before
all Italian District Court and

. High Court without any
geographical limi tation.

(S) "Avvocato patrocinante in
C8ssazione" who is an elder

"Avvocato" and can plead before
all Italian District Court and
High Court and also before the
Supreme court in Rome.

No

G B

No

High Court :
Ge n era I La Wy e r
(P ate n tAt tor n e y

: Suppor t )

PCC: Patent Attorney or
Solicitor or
Barrister

Ye s

u S

Ye s

General Lawyer
(including Patent Attorney)

Ye s .

Seisure No

•Only the perpettatlon of
evidence is admitted.

·In litigation relating to the
infringement of a patent right or
exclusive license. the court my.
upon the request of a party, order
the other party to produce

documents necessary for the
assessment of the daIlflge caused by

the infringement. However. this
provision shall not apply when the
person possessing the documents

has a legitimate reason for
refusing to produce theRL
(Japanese Patent Law Article (05)

No

•The right of inspection is
granted only if there exists a
considerable degree of
probabi l i ty.

Ye s
(85~ of cases)

•Seizure action is available
'before the beginning of a court
procedure. Patentee and patent
attorney. accompanied by a police
officer and a bailiff. can force
access to the alleged infringer's
premises and collect whatever
evidence they can find. The
seizure action needs to obtain
permission of a judge. and is
always given if patentee can Show
a validity of the patent.

Ye s
(32% of cases)

• It is possible to appeal to the
Court to obtain descriptions with
designs or photos of products.

Yes
(The Anton Piller order)

•Discovery cannot be used as a
fishing exercise when there is no
evidence for the case put forward.

•The AntiJn Pi ller order is very
rarely al loeed,

Ye s

• Each party IIKJst comply wi th all
of other party' s interrogatories
and requests for doc~l~nts

production. etc. except for
ambiguous questions. irrelevant
IIIIlters and privileged satters,
•Access to confidential things

can be limited to jugdes and
lawyers under protective order.
• Inspect ion wi It be permi tted

only when court finds it
necessary.



---Patent L
( i n J P.

itigati

DE. FR"
on Procedures

IT. GB. US)

Attachment 4

,
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Defendant's 3rd Possible Prohibited Possible Prohibited Prohibited Prohibited
Working pending
Appeal 2n d Possible Possible Possible Possible Prohibited Prohibited

.

In case of interium enforcement The defendant must obey the 1st The first instance judgement is The first instance decision is Possible with payment of bond
the claimed invention cam not be instance decision during the"trial DBrked by the judge if it is not immediately enforceable in (20 ~ of sales amount)
carried out. in the appeal court if he does immediately effective or if principle. Therefore, it is

not succeed in stopping the execution may be suspended untill possible to continue selling
interium enforcement and the the end of the period in which products during the Appeal Trial
plaintiff serves bond to the appeal may be filed (or until the only unless the District Court
defendant. appeal results). stated expressly to be immediately

, If the jugdement is marked enforceable. On the contrary,
"immediately effective", no the second instance decision is
further selling is possible. .immediately enforceable.

Summary Judgement No No No No No Yes

Transfer to the PCC is probable Summary jugdement will be ruled
for the expedited procedsures. without trial when no dispute on

material fact and only question of
law involved. Thus district court
step end. Next step is to appeal
court.

.

Reimbursement of Attorney's Fee Reimbursement of attorney's fee Defeated party bears the court Arequest has to be DBde right at The loosing party has to pay 75~ of actual cos t Reimbursement of attorney's fee
may rarely be acknowledged in case fees and refundable lawyer's fees the beginning of the procedure. counterpart's expense, but the may be acknowledged in case when

when suit was raised by clearly of the opposing party which jugde determines the amount of the suit was raised by clearly
illogical argument to cause the depends on the amount in dispute payment. which is usually only illogical argument to cause the
defendant unreasonable expenditure vmich is determined by the court. .10-3096 of the attorney' s fee. defendant unreasonable expenditure
of money.

.
of money or patent had been

obtained fraudulently.
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Co u n t r I e s J P D E F R I T G B u s

Argument
at Trial

Temporary Injunction

Paper> Oral

Argument is prepared in writing
in advance. At trial. oral
argument is made according to the
content of the writing in the
court.

Yes

Paper> Oral

All cases have to be prepared in
writing by filing briefs

containing ali arguments.
Adecision will be made only

after an oral hearing in lllJich
parties may bring thier arguments
(only exception is that a
preliminary injunction may be

, granted without previous oral
hearing).

Ye s

Paper .-70ral

Paper argllOOnts are submitted
until the judge is satisfied that
the file is complete. Hereafter he
will set a date for the oral

hearing (one onlv).

Ye s

Paper> 'Oral

Trials are prOVided in principle
to be pral and written. but are

actually IOOslly written.

Yes

High Court : Paper KOral
PCC : Pape?~ Oral

High Court : At cross-examination
of witness. there is much
greater scope for developing
one's arguments attrial
orally.

PeC : There is greater emphasis
on documentary evidence and

wri llen argument.

Generally it is thought that the
IOOre important or complex cases
will be brought in the High Court.

Yes

Paper < Oral

Yes (within the litigation)

• In the patent infringement case,
usually argllOOnt of the defendant
is heard before the judge of the

court.
•Temporary Injunction is very
rarely ordered.
•The plaintiff needs to pay bond.

The infringer has no possibility
to avoid the enforcement of the

court order by payment of bond.

Injunctions are possible if all
of the following conditions are
fulfilled:

•Strong presumption of validi ty
of patent.

•Danger that infringer may not
be able to pay damages after
conviction or irremediable
damages.

•Request must be made within a
short period of infringement.

(l) Se isure Order
Seisure of counterfeiting goods

and possibly of the means for
manufacturing thenL (After a
seizure. in principle, it is not
forbidden to sell counterfeiting
products lllJich were not seizured.)
(2) Prohibitory Injunction

.lnlunction to prohibit to
manufacture and/or to sell
counterfeiting goods

• If damages are an adequa te
remedy and the defendant has the
ability to pay these. no
injunction should normally be
granted.

• If a patentee MInts an Temporary
Injunction. it is essential to
move very fast after
infringement starts.

• If granted a Temporary
Injunction, a plaintiff must
give a 1cross undertaking" to
the court to pay the defendant
damages if he is successful at
full trial.

• If the patentee has offered to
grant a license (or has
granted a license to others) the
injunction will normally be
refused.

•Temporary Restraining Order will
be ruled for 10 dayS (or + IOdays)
without hearing when court finds
urgency.
•Preliminary Injunction will be

ruled after hearing other party.
where bond is required for
enforcement.
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FRANKLIN PIERCE LAW CENTER

Patent Litigation Betore The European National courts:

To~ay An~ Tomorrow

K. J. Pantuliano

As far as a mOl:e unified Europe is concerned, "tomorrow" is

sChedul~dCtoCb~giniat'thl!st'~:r'\:.of],993. There are; of course,

some questions as to the extent of this new unification, and indeed

the extent of the latter may very well depend upon the nationality

unification may have a different meaning to a German than to a

Frenchman, and, almost certainly, than to an Englishman; There are

even some questions which may occur'1:o AmefiC::il.ris; fOr example, will

of the person to wHom the questionsa:re )'a.ddressed. European

the new Europe be more inward-loo~ing and excessively parochial?, :. " _. ',''<' :',,': .,"'- ", "" ,-:.,,',' '. . -,

will it perhaps even be protectionist or quasi-protectionist?

However, while Europe may change in many ways, perhaps even

dramatically so, after 1992 there appear~ to be little or no change

contemplated in the basic 'philolSophielSbf' la,,",'aiicf!procedures

governing patent litigation for the nations of the EEC. The United

Kingdom and the Republic ot Ireland will presuma!:)lyuremain,common

law countries, and will continue to espouS'i! ';in c ie\lSsentially

adversarial system of conducting litigation; the continental
.'

patent fH::igil.HbliInan'elSlSenHallYlnquJ.lSf£ional manner. However,

even among the civil code countries, the procedural differences in
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conducting: 1itigationLwi1'1' evidently 'remain;' the Fr~nchi':Italians,

and Belgians'.will continue to 'have a effective means, :of"obtairiing

evidence of ,and ,proof of infring~rillantithe'Germ:ans as' a "prima

example;" apparently will continue to .,resist the incl'uS ion of: such

meansiiri 'their system of," jurisprudence; :In i thai ,l'attercountry,'

proving the,infringem'ent, ofa process< patanttwi11 ,:thus; contj;nue ito

be an adventure not for the timid or faint of heart.

:In short,theph~'l'os'oPhiclH andproceduralc "national'

lIlanifestatidns,idf, "PatentLitigation ~efore The European 'courts II is

likely to be the same "Tomorrow" as it is "Today."Howeverithis

is not to say that at least some change in the trappings of

European patentlitigatidnmay not, .. be in the .offing ,post'"'1992.

Ai f'air.lyi pro·fo.undichgnge.: in ,(atilea.st)' the way in which'suits .:are·

brought"and considerations of infringement' and :validity are

deterIriined'could in time' rasultif, iandit is! still" anifithe '

cbmmunity Patent 'comesintoexistence, andjI , and it is still a"

bigif,thelatt~r iswide'ly used.

TheCOllllllunity Patent

Unde.r the European Patent. Convention,· a bundle, of' national

patents are'iobtaihed; These are thenseparately.enforceabledn the

ihaividtialnatidnal,courts ,both'in the Lf irst·'instance :'and.on

appeal. While pursuant to'theEPCand,the~nablingpatentstatutes

of' each coUntry , Lssues of infririgement and validity are ostensibly

...J
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harlllonized ,as w.e shall discuss later there are still .more

"glitches" in.s.uch ~'harmortization." Moreover, asl.,we' 'sha.l'l 'also

cUscu.ss later i,;theaforesaid,philosophical di'fferences;remaini as

well as the ;wi;deLvariationsin the,nationaLcourts,withrespect to

how ;evidenc.eiSl obtained and. presented; the manner in. which trials

are'co.nducted ; the . reme.dies and defenses available, ,etc.

The Community Patent, however, would create a "market" patent

w!:liC!:liwguldi.haveequal f.orce 'throughout,theEEC in 'much the same

manner as 'aiU" S.patent has ,equal' fO:l:'c.e ·throughout ..the;;terr.itory 'of·'

the.Uni-tedStates.

-After, ;the .; issuance of the community P1itent ,;challenge!litg:

validity-can be .effectedbyfiling;·a nUllity, procedure" befor.e" a

special nullity ,division pf.. the' EPo., However I. in . the ;event

. in;fringement lwithin the '. EEC ,special.,' national ;'1 courts ,·will' .be

designated in ;thecountries of the EECtohandle.issue.s Ofl

infringement and patentability, Le. both' will;beconsidered by;

these courts. In other words, one can file a request for nUllity

i in the nullity division, m;: file for the nulH1:yoj; 1:heall.egedly

; infringed community Patent as a defense to the infringement, along

I
I with the defense of non...infringement.

'o.f'~special~interest~to'UST ,however i'f is the· 'fact-.' that- appeals-
---------

from the decisions of these special national courts can be brought

toa.new appeals lcourt,.termedthe"'CplDlDunity Patent Appe1i1 Cpl1rt" ..

which will have the acronym Co.PAC. 'l'hisappeal C.9\1:1:'1:will be
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exclusively responsible' for making appellate<rulin9'soi1

infringement and validity, but ~.onthese, twob issues.

Injunctions, damages, etc. will remain the province of the national

courts.· COPAC<' .wilL·also be the,' appeal c;ourt ," .for , reviewing

decisions ofthe.;speci,U, nullity>,di.vision ·of.the·;EPO;.It is

important to remember again t~atthe decisions of 120PAC> will be

binding on';alLthecommunity courts>onmatters,,··of·.iniringement. and

va].idity

. An advantage arising from the Colilmunity Patent ..judicial system

is thatthe\<procedurabexpens'e in. pursuing and defending patent

infringement suits '.should bexconsiderablyreducedsiriCe one action

for the entire EEC can:beJ:>roughtinaspeciaL.national court,· arid

one' .·appeal.jurisdictionwi11.C::onsiderinfringementand/6r·va.lidity.,

Aside from cost, another tangible advantage could be the

elimination of the "glitches"'whichmow exist Cimorig. thest;ates; of

the European Patent Conv~ntidn concerning such matters as scope of

. claim protection, equivalency, obviousness'; etc. No doubt the

'~special"national courts will .initially issue diverse.·opiriions;. on

some of these matters, just as Americ::an district..courts>have donej

but COPACwillTbethe finala.rbiter>a.nd eventually· could provide it

consulil:matebody of law oniniringement.andvalidilty <whic~could

provide a 'harmonized standard> for such matters for all the national

courts of the EECto follow. It;is;not inconceivablethatCOPAC

r
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Couldturnrinto.the>Eupopean CAFC, at leasbas far as infringement

and .. validity are·rconcerneg,

. But bef.orewe.:get. toe/euphoric,. wershouldkeepiri; mind' again

thattheCommunity.Patent.IlIay>not.Come' irito.being:, and if ·it does;·

it may.not>be widely used. It is quite. possible that the EPO:will

c.ontinue:;to>be,:themain.instrument' ;for Lpatent 'protectipn, andithus

the national courts will continue to do "their own thing."

Moreover, ~ven under the enforcement procedures of the Community

Patentdonvention, it :would'seem: .:har,dly.: '.likely 'that: the

philoe;ophical differen,ces.between:,:the,commonr lawandr civil code

countries. will disappear ;or.that'many ;of: ,theLdifferencesbetweeri

tIle c;:ontinerital ': jUdicialli!ystems will,disappear. (For, example,:,.it

is not ;likely that the Ge11llans'will,radopt the "seizuretl ·'pr.o.celldinqs

of the French.)

Litiqatinq in the"O. K. ; France· ·and Germany

'The·,three maj or litiqating·coun~rj,e$,of ;~estern:Europe·ar.e.the

United'. Xingdom;Ge11llany, arid Erance • ;Perhaps, not ,coincidentally,

these ,three.,canalso be .saidto .represent,. to some extent, the

different litigating systems to be found in western Europe. One

can- say with . some 'logic that the British speak for" the Irish (in
~_~_- c, ...:----1===

litiqationv no,t::.otherwilll.•:>, >;;the.2. Erenchfor:::,tneIta'liane;,an!i

Belgd:ans.(and ;perhapsth.•' Spaniard.s, Greelts" etc:. ); and,the:Germans

for the Austrians and perhaps the Outen, swiss and the Scandinavian
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regard»

have differences, between each other', but t.h~se are

7

These

The' differences

Th~Frencharld G~rmaris alsocivil code countries

..
not philosophicaiin nature.

differences}'inClUdingtrial methods.

differences can have a profound effect on the

outcome of litigation' and should certainly' be a

'factor in determining in which of the three

countries suit should be brought, .if you have a

choice ..

between the U.K. and others are not merely semantic

Tbuttranslate into basic:: philosoph16U .procedural

(1) Among these three countries, you have two different

kind of systems, one, the U.K., is a common law

country; the other' two, . FranCe and Germany, are

(2) Wh~ther or not it'isa direct result ofibeing a

'con\iil6rilaw country, proce'edings in the U,.K. (and

:Ireland, Australia, Ne,,' Zealand and the United

i!SUtes)areipr'imarily adv~rE;aHal ihhature. The

parties through their c6uhs~lbbtaih,preseritand

argue the evidence. Cross-examination of witnesses

isint~graltoth~iproc~dures. Wfthihtimeframes

'E;trictlys~t bythec:ourt's, the parties) ipresent

countries (though'iithere lIIl.ightbesome arqUllll.ehtisr'aiis'ed in that
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"t-h:lairc:asest-o th:oa .courts~h:p are' not ordinarily

active participants in the proceedings. In these

jurisdictions the courts hear the evidence, and

come to . i!dlilcision.,baslag therlaon. J!p\o1ever, the

part-ies try thec:ases and usethoa judidaltools

cPlIllllensJ,lrate wit-hthis .1'unq.ertaking •

(4) ,Can theSlil phi1osoPh:ic:al.dii:f~reAclillS inth:elegal

systelllsof 0\lr thre~;c:oJ,lntries l~!ld.t-o different

• zplll,~:n1l'hy/th.Br~tish("J14t:h. ,~.ri~a:ns) the

;P:'~lIhithe..,.ctuth A~riclI,J1s,Australi"J1Si'(ev.J1 the

.I:nc!~aJ1s) have s()!IIeform .of d~s~overY.Il

( 3.) .c9n I ··th:e .. other·. hil:nd, I,'. the. Frenc:h: i!.nd.Glilr1lli!n '.'C:oJ,lrts ,

,<"'. indeed 'all the c:ivil codlil'C:OJ,lnt-ri~s,ar.lilprimarily

inquisitioni!l .Ln ,nil:ture., ,I:t is 'ct:hecPJ,lrtswhp take

eyidlilnc:lil ,. often!' apPPint . th:.lillegal:expoarts; make

... , ··':requiremlilnt s- cPf; thoa Iti!r:tililS" il:sc t9cc the,i·evidence

l,nlileded,~tc. '~lilrti!in.ly t-h:~re isstill·i!grlili!t deal

i of advocacy and skill required by thlilatt9rneys

handling the cases but the qourts have far greater

discretionary power as to hev-. and as-to - what

evidence is-to-be heard, and on the relevancy and

impact of the evidence. Cross-:examinaticll'l, if it

can even be called that, is very limited and indeed

'.... -is more often: than not handled -by the court.
----------- ~------~_f'=_-.-.
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res'ults? <I thihk;,there is noquestion.;.bu,t that

they can and .~oand<thatyoumust':tailor...·make. your

case to> the forumin ....hich you.. are bringing suit.

Proofof>Infringement

It is in the area of proof of infringement or, better stated,

of obtainirigthe evideni::e nei::essaryto prove infringement, that we

will )findthe widest diffstences between the "three" countries.. We

have already stated that.U. K. proceedings are primarily.adversarial

in nature; a' fact whii::h> I feel.may arise from its common law

jurisprudenee. Thus, one would.expect that the manner of obtaining

eyid$nce ;and advocating such evidence "befClrliacourt would be

different .than in.a civil code country. As we shall, see,<;this.i.l:;

certainly the 'case. What is surprising, however; is that alth9u9h

trance and Germany are civil code countries, the French have a.very

ef·fective and Yiable.way; .of; obtaining evidence to prove

infringement, while bluntly stated; the Germans do not.
~. (i /J )I . d '. () . . 'j. , l
I/l..-v:--",,-c'y(../ ;P{...A::...· 7... ,":? 6/\....c.L-'V"-c /Li''..--;''-1/1~'. -:..'-t,v>r ':.--<----- 71(.. /z,.-I...----'~r:'(

Clearly,wheretheinfringement.irivolves aneasily'Clbtainable

pIi'c:ldU'ct or apparatus, it>isnot overly difficult, even in Germany,

topr~e;entthefac::ts'suffieienttoprClve infringement. However,

all>t\:>l)'<qften,the) issue of infringement is not clear,<or even more

dramatically, the infringement involves an apparatus present only

on the defendant's premises, e.g. a turbine f.or example, or

involves a process patent. In these latter situations the burden

I
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of proving infringement in Germany can "be extremelye difficult. If

the productcmade by the patented process iscnot new,cor even if it

could besaidtQ>be ,new" Ls not identical to the: product being sold

by the infringer, the task can come close to beinqill!>\1:t"l1l9\1l'rt:ap:le;

it is much less difficult in the U.K. or France.

I mentioned to you pr~viouslythat the, Br:itish: have

"disco.very;!'. Be"forewarned,it .•...is>notu~S. style!The,British

system is far more,.. control:led,'farcmore restricted" can.dmuch less

extensive and .expensive (although ,the cweak dollar hurts). r.t is
.~-_.~

r:eally.cac kind.o~-uncoverY"-'OCedure, in which the,ref;pectiVE!

solicitors lIuncov~ec-e-a-cn-c-other'.' dOCUlllent.s. relevant only, , repeat

only,cto mattersin'.issue between the parties and pleaded~cthe

parties! There are-no depositions, and the use of'interr9gatories

is extremely limited,usually'onlydfthe. court, orders such ,.and

then only if. the information SQughtis nQt 'iiPparent from the

documents dj,sclosed, or which ought 1'0 have been '. disclosed.

Despite these restrictions, British. discovery is very

effective; With much. less effort andeXPensecthiin in the ,U~.S.c,.

evidence of infril1gement of Patents: coveringon..,siteiipparatl.Js,cand

different than that of the U.S.
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The French (alldthe Italians and Belqiansl" 'alsO, hayeacve:I:'Y

order,but it makes" forcaverylovely way of ,obtaining evidence of

II

(ilnc:identally, '" in i"""" its "initial

There are other aspects of this

This is "'tr.ue even in eases where the infringing..'.,
infringement,

relating to the infringement.

an Jorder ",""" f or the" ,preservation' of" evidence, ,and materials" pending

form it was primarily intended" for the "shifty" and perhaps

indigent defendant; indeed some British attorneys maintain this is

stillt.he c:ase.)

apparatus or materlaLls" "(only) on ..thedefendant(s premises, or

where the infringement is of a process, patent, even where the

product· made thereby, is not; new.

triahlt reqUires a d"efendilntto deliver up (immediately,) all

infringing material in his pdssessiontogether"with"all docUlllents

The British a"lso have another" means 'of 'obtaining the evidence

to prove infringement and,thatcis theAntonP,iller order" This is

e"ffective procedure to bring evidence of infringement to"cthe

Co\frt'sattention.This, procedure is termed a!'SAISIE" in"France

or Belgium, and a "Descriptione"in Italy,

knOWledge the defendant has of the "seizure" is when the Bailiff

Briefly, a Bailiff commissioned by the patentee" is" authorized

byt.heeourt,to investigate (invest is' probably" "a better, term) the

premises 'of the ,i" alleged infringer in ordertoobtairi"evidence cof

t.heaJJlegedinfringement. Therearecertaintechnieal "and'speeifid

procedures involved" in this "procedure'" l~utingElneral"the first
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seize'); Tnereare"also c::ertain caveats to, be followed , ",but' SUffice

it;ito say, this is a'traumatic experience for the defendant and it

•
N;B;thepliaintiffi$only,presentthroughhisattorney (thus

the latter has to/becarefullY',briefed'on,whathe"is to.' look,forior

shows up at ,his establishment and'serveshim with the 'ordinance

authorizinq theiinirl\!diate • investigation of his premises; 'The

ordinance specifies, the<1 illiits oftheln.spectipn and whether the

seizure willi 'be exclusively descriptive or wil'li;alsO involve

seizure of allegedly infringing samples •

Suit:hasto be brought within a ,"shortisive!iy effectiv,e,.

p:r:\escribeo,peiioo' iafterthe seizure.

What of the Germans. HQ discovery, no on-sitesinspection

(lIxcept in certain extreme circumstances authorized by the court),

no;'seizure proceedings!' (As an aside, it 'is a fair question

whether a primarily inquisitional system could have a diScovery
.:Ie

pro,cedure. r: suppose there could be. cOurt,..ordereddisco,very'but

how this would work is a!!,yone' s ;'q1.I.ess; )Si

.?~~ - of' /~.,J,"" t-<-Y<A"<'-V~/J 1t,-/(..h

Question: 1\. "'---Why do the Germans not.have seizure proceedings, or some other

kind or"o!t-'site ihspe'c::tion? Why does 'a country"with 'an otherwise'
~-----

brilliant intellectual property system not provide some. minimal.

m~ans of proving infringement, or obtaining evidence of
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"new" under this exception to the

However, note that in these statutes

What does "new" mean?

is not infringing.

.Doescan, 'I,equivalent ,product" shift the

'.'identical" does the prOduct'have to 'be?

"identical."

prOduct!!inade "by' •thea::'i:leged infringing "prOC'ess!

Question:

Question:

quelltion of what conll

burden ofpro~h.ari;uedinterminably withouftesolution.' Does

"new'~"n ."patentablynew, ····nove·lty newj"·'couercili.llY' new"?)
/

infringement 'in .t~ose' cases where the evidence is not' readily

obtainable? I have never received a satisfactory, answer!•
./ . ~'fl, -i- -",_fl W~f

,A:.~. /;.''1....V7/'-:f.._-~/~{ /"{/t--. ~ r'.--<- r - l/
#' w

Of· course, the Germanscwill assert (80 will the Austrians

Japanese)'that'under provisions of their law ,if

patented process is "'new," the burden of proof of infringeme'ilt

the process patent will shift to the alleged infringer to show

But/even it .this is a b6nafide way of•'provirig :infringement iii

thissituati6n,whatof the situation where the product is'an "01d1'

product. <We all JtI10w these can'be very import'arit' patents, 'What

then? In Gef1llany, as· r'st'atedFyouthenqUite' often' have an
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insl,l:rllloul'1~a,ble problem, ..,hich· can Cll'1ly..•. be,.Clyerc:()me, . ..,ith. ;grie.at

difficulty anq iilla,ginatiCln.

~her'efClre,eyen<if. >.the,sC:Clpe·Clf."pr'Clte,c::1;iop"'0lllql;le,; the, same

;in each c::ollntr'Yi e,yen .if1;he queEit,iCln' Clfyalidi1;ywClU.J.ci be,; .qe,c::ige,ci

intlle salUewaY inea,C::h.;.ceuntry, ClbviOUEily .1;he,re,.su!t~?<of. .: j!.!'1

,infr'ingeillen1; sllJt,in e,a,c::hqountry :..,illPed,if.f.eren1; :i:f. YPIl;a,re.aple

to ol;lta in .the.•ey,iqepce, ;:tCl. ·Pr'Clye, inf.;ingemep1;; in:pnie;C::Clllntr'Y',' ;Pllt

not in another, e .:g • Germany.

One should also keep in mind that the adversarial na,1;llre:of

the prClceedings,inthe,Q'. K.CClUld .also aff.ect !t:he,ou1;c::ome,;of the

proceedings. In this regarl:1,itEie,e,ms:se,;Lf...e,viqe,n:t 1;llat 1;he Eihj!.r'P

cross-examination and intense scrutiny of evidence and witnesses in

an adversarial environment can also result in different f,inq,inglS;;:;

eve,na,s.t(),inf.r'ingeillenta,nqval,idity.

But,eve,n",..,.,i;thinthe c(':>n1;il'1e,nta,)L! na,t!PnlS ,theC::Clnql,lc::t. ()f.the

inf.ringemel'11;:;proc::e,edingli! (i..... t.ria1prClc.e!1lJ.re,1!I1; diff.e,J;,; .'~he

French and Italian proceedings are virtually all conducted by

..,ritte,l'1<te,st;iillony, ~llere,i.s \1lSlJ.a11y.ve,ry. l!ttle0r'iillt-al'l1;imony

t.e,c::~nical.''''!1::~esse,!·)",9nth~h;01::heJ;i;hanci"the.·qe:pnC!l'1lShll,ve t;rp():t'iil l

hearings ,one prel!lDinary iiilndolle.Jini!!l C!t ~hic:h ,times.lSolUe

questioning of witnesses is permitted. However, even here, the



.....14-

length,of thei,tr,ialis.usually measured. in hours .i·(in contrast to a

Brit i shi.tria1 vhieh . can lastforiveeks),.!

patentabilityahd,scopeof.proteetion

These are areas in which, at least ostensibly, there.should,

under the enabling statutes enacted in thena'tional legislatures.;

be the greatest conformity. In this regard, it should be noted

that in discussing patentability and scope of protection or claim

If

I
(
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interpretation, the ,more r,ealisticquestionwould, have been,inot

how these will be changed<post~1992butu;rather';how they ,were

affected by the enabling statutes enacted in 1978. In other words,

"the 'European Patent 'Convention had far more:: impact <ion the

subscarrtLve ,matters ' of: ,litigation,' ,Le.,on":ques,tions 'of

infringemel'l:t and validity:,; :than would,anyicontemplated: changesTin

:the'trrew,:,Europ~l';ofl1993. ' ",::'<

to be considered before you embark on a ,suit.

The,ertabling,statutes:'of 19..78 dn,each :of 'the "signatories: :t,o

the: "European Patent: Convention contain:' 'langUage iden,ticalt,o

Article:69uof"theEuropean Patent Con:vention.Not~,ihClwe:ver:j that

,the';word< "equivale,ncy" 'does "not: lappear,:±n:, "this:Article;' :::The

G,ermans :havepalr:ei3,dy:indicat,edthatiequi:valencyun2-iarthe~rsYstiain

willremainuasi:it:,was:before:"t,he advent uof:::the EEC;: The' Fr:ench

have equivalency but :I::,have neViar,Seen :itu rea;llydiafined.The

Britishhave,appar,ently corrcd.nued t,h~i1(',::. doct,:t'ine::Qfpiaqui:va;lency

,established by their CATNICK decision.'rhiair::!eia:Hng!:istha;k,i::t,is

in conformity with the provisions of the EPC. Nevertheless without

going into detail it would s:till13~ialllto:be,.13.c:>)ll~"hi3,:t.:I1i3,r:t'Cl""'lilr<tl1i3,n

the German. Therefore until or unless COPAC comes into being what
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,-, <.,- '. ,-\- - .. ".- "",'" ..-::::

The' feeling seemswill this continue?

generously.

constructionists.

that it will not, and that decisions on scope of claim

interpretation wi~l be in. conformity with the language of Article
, .... : .c •. ,,' .... :' ....". .... ,"-,',-'_ , ....,'.. ,..; ::,'("" " \.', ',' .:.-,. ' .. ' ....-. _ ,_,,',.,', _H' .. , ,"",,.':, "", .•...:':_"'-,_ """ _,'.. ""'...

69 •. Until fairly recently the French did ngteyen':I1ayec;laiDls in

their specifications, so it is hard to confirm that the scope of

claim protection. will be: the sameasini·the .:U.K.: ·:;,or:Germany.

Again, before litigating or deciding on where to litigate, 'do not

take it for granted that our three countries·wiH approa.ch,claim

In addition to equivalency, the Germans have. had.a tradition

of providing somewhat broader claim: interpretation than· other

countries .. Again, until otherwise defined by the German courts, or

until the coiIiinuni ty Patent· Appeal court comes' !rito . being, it is

likely tbat theianguage of ~ticle 69 will be construEid rather

interpretation in exactly the same way.

patentability

'I:be .. enabling statutes in our three countries contain sections
.... . ',_.. ·'::·""".:'-:,,-i" .. -'.'-', ' ,-..,.' .._ :'..'."..:: ', ..:.".:: '-".:.", :'\', ..

analClggus tpArtJC;le.54 d!i!a:l:ing, wi,t,h "Novelty" and Artic::le 56,

"Inventivecli!tep e ,11 . This is an area where there. should·. be.. the

grea.test harmonizationalid'consistency. iii our' three countries •

Nevertheless 'aifairlyrec'entGermal'l decision caused 'aDitiof an

uproar, partic;\.ha.rlYintliEiif.I<. ,be<::au.se itsel!medto imi>ty'that

the Germans have a higher standard of patentability, as far as

inventive step was concerned, than did the EPO. The Germans with
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"'ham it IlpOka aa:l.dthiilva.l:llcMI OU-c OfproportiC:In,t:.hllt>IlUthe

a.nan iJ'acleralPa'Cant.·CoUrt,,'••ant waa,thlt th.y.' ware, .pplYilli.the
.

EPc ,.atanGere! 011 ~lnvent1v. ,,1;.pl'in~.,li,h1: )Of"G.J:lIAJl,.val1.l11;ion , '.

~t;and~c.U," lnef~.c:t~at:~t1 Ge:r:atln,cle~l.1l:l111a1:!le1t.;.r 1~'lI\11qh

the ~.ahC)loIld ~averl.lle4. ThiaJ.. rath.:r ., l!\IJ)tl•.. cl1.t1nc=t10n

wh.n one conaid.r. th.t the counterpart European app110.tion lola.
,·i· ."" .-. ...'. ':... --;":.:) ....., <:.".

grantad .ttar oppoaltion and oppoa1tion appa.l.

In"ldantdi~, the dltCliaion va. not .ppa.~ecI t~'l:Jle OaRen s~prlllle

COlin .0 we do not klloW how det1niUva 1t 101111'.. It .ay very·

well 1:Ia an' a.rration•

.i'J'hep01nti.,however;that'.you '.1:11lcannottu.anyth1nq for

,rllnted:. 'i'.YOUcannot ,a'.WIle.YO\l,"'1:1.1.,et ,~e, ..... t.a41n,eY.n fC)r

"lnyent;iy., ~t.p,n Ol'!~... '9a fa~ lI1Jc:llU'j~l:'e..cc\lll'tZ'le••

/~.

Pl•••• ~eep the ••,1" year of 1.78 in .ind when ccnaidarin;

novelty. Ther. ara atill plenty ot pa-cenl:a ly1n, around waiting to

!:Ie entorc.d which war. fUed ;rip: to the enabUn; .t.i~ii. ot

, 1878. BOIIIe of theae Patente will et111 ·be around until 1997 or

i99$ ~ :toil' ilay ~~.n·otliij~la'ijl> th~' Ji-i rijiij'.kti JC:i:ritte. 'tha~ao.
!i11:hi. re,erd .1tie tOb!t oar.tul'ry n~t.cf that'the nov.lty

reqhir_nti of the U.x.,praw1t7l, ver ll ndtthoa.c>f.1'0IltU7"

'rha,U i It • lola., then a localnov.l1:y coul\tr·y, t0z.' ,pr1oru... , ......1.

"h 1I{\lS/oz.'"P~~l~~lIt~,c:l!'l·,Jc,~IIJ::111l1nY .."lIlIc4.,~.ClC:;",h,,,0~.1~y ...C:;~~l\t~y,r..l?z.o. R~iPz.o"Tq',
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Ofthe ..above

In large'. measure this will

you . must thinkthen

. ,._,.:\

inadequate,

preliminary injunction.
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(af: ' If 'you are :th'e patentee and' :are::really

being' hurt '·'bY'.>the infringemel)ti and

damages>:at> \the: end,·'of the:li·ne'would be

three countries, preliminary injunctions

'have~J'II.'/beenavailableinFranc~.snee
'Vt'V' I'

19S4 .Moreover~ up to.>very recently

these couIdonly beh obtained if you or

your licensee were manufacturing in

France; however with a new law which has

accomplishe~:>bY'the suit.

example:

dictate the where. and the manner',of .the suit. For

(1) Determine'preeiselywhyyou want to sue (or if a

defendantwhyyouarebeinqsuedl,andwhat is hoped to be

patent couldbefvalid:"oVer a'prior use. in the U.S';; whereas a post

1978 U.K. patent could beinval'iii.oversuch·:use. The same thing

applies toGernany.SO\another>practicalqilestionbefore beginning

suit (and/oz!JafterJ:>einq U!lued~jisL"'.what'la.w'.app'lies- pre or post

19781

Let I sIook'at a 'few t:irelimin.aryconsiderations which you might

thinkabouth'priorto'>in±tiat±ng suit:for patenthinfringement in

Europe, andaniore>specifircallY/'.i·n. our\three7countr±es •
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jus.t. recently . come· .into .being,

preliminary injunctions . are now

. obtainable in France if. you or your

licensee are manufactul'ing,in any of the

Community countries. Nevertheless this

Obviously, ... thecan be obtained.

is not· a ,requirement of the U.K. or

differenc.es'i!1 requirement~;;.might;,Yery

.well··~etermine whii!re you shoul~ see~;this

'GermanY.·';Mor.eover,each ii;cOuntryhas "

···somewhat,varying requil'ements ;Whichlmyst··

be met before a preliminary injunction

(One important caveat: In any of these

".countries., if you ,lJe.lI:. pr~lilD.in..J:'Y

injunc~ionyou ;.must.v. act q1.licJtl,y. after

ascertaining . t.he· ··i.nfJ:'ingeme~t. Six..... . '.

;'months delay for ,exa,mpleis;;prol:lal:l;Ly too

long. )

(b) If the '!.why" of your suit ;l?,to· collect

think ;statute of limitations. ':I:'1'I.1S will

\'also vary,·;country...,to-C01Jntry.



infringement, or other evidence as welL !fyou:'havea

process patent, .and you have a choice of jurisdictions,

W01.l.lc:l.You pfi::k Germany?

(2) You'·. musta.lso think a.boutSthe' kind of 'patents you are

enforcing, and how burdensome will be the chore' of

proving / infringement:lAswe 'have seen (these three

couhtri'esdiffer rather markedlyfrom'each other as to

"'20"

(c) If you merely wan'tto:force'a., license

.··.·then.yousnouldthink·market·-siz·e·.aric:l. .the

value in controversy. 'The latter could

have a considerable impact on costs in

(;ermany.

;,/

obtaining evidence ofthe means available for

(3j When' you choose a jur'isd.ictionyouSmust get your

litigation tealll.in place qulckly , 'prefe'ra'blyJb'efOre(you

send a warning letter. Ifyou'''warn"firstrand' then try

to pick'atealll,i.e/ trial attormiys, patent(attorneys;

etc., you may find your ~irst choices have an:ea'dY. been'

taken by the other side. In many European countries this

dart'be,a. realpfdblem. with the' excepti ori' of' the U.K. or

Germany there is'a' paucity of qualified specialists in

pa.ten't ·'litigation._- throughout Europe.
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(4 )I,l1ay~, a:l,ways,found it, heIp,fu1 tOul1.av~ : the ,claims of a

(a) So that you can seek to am~l1j'!kth~ claims before

suit, if you can amend them. (This can be done in

,Ger)lla:nYllnl1/~he31',:~. ,:not in :l'raAge,1 ) ,,

:(b) "SQ you will ~110W !;t;tl1er~is ,a problem with the

,1al1~a.ge ,pft,l1~ cl.aAms,now, r.atl1~r·, t,P"'l1 later.

The· Epilady· Case

On the SUbject of preliminaryirj\ln9t~()n~t,h.erEa¥il,~' a case not

so long ago that further illustrates that the millennia indeed has

not, arriyed·.a!1li t,11!lt, n!lt,'!p!1!l190urts in~rClpe 9ar stJJl aH~ve at

drilmati9ilUy: ,dHf~r~nt,:r~slllt,s..'J:!11~9as'~<i:n,q\!~st,ionwas a suit

pr.c;lUght, byI11lpr()yerC:Qr.pora.tion aga!ns,'t.R~mirgt,Cln,ilrl:linvolved a

)::llrpP~.a!·h ;,pa"t~nt,;fo:r:'. a, depiJaI-Clry; d~!Vice.llIilP}tet,Ea.ClllndEar the name

TO , sum, up ,the facts very briefly ,i plaintiffs sought a

,preoiimi,na,ry·4njunctili?n,aga,j,nst, de·fendants in the U.K. and Germany.

One of the criteria. fOr : ClPI-ild.ning,aprelJmi:ll.arY,i:l')j,unction in

either country 'is that there has to be a reasonably strong

presumption of infringement. In this case, if there was
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infringement it had to be based on claim interpretatiQ~ and more

specificallY,,'eqUivalency,.,The,c'U.K. Patents; Court fQund for the

defendant. The reqUirements.ofthe<CATNICKdecislo~hacinot.been

met, this court said and a preliminary injunction was'de~i.ed. The

Dusseldorf Court, however, found exactly the opposite; it stated
....\.+..... .;·..,·"'.,·····,9..\ ;,,'" ' +\ '..,+,;,..... ,.,

that German claim interpretation did' support a case . for

:z3

infringement and accordingly granted a preliminary in:iunctloh.

Appeals were taken in each country on each decision. r ~y,now you

can guess the outcome. ~he English Court of Appeals reversed the
. ~.:

•
decision of theU.K.PatentsCourt,and fou~ci:for thf! i'laiJ'lU':ff,

i.e. it granted the preliminary injunction! However, the

Dusseldorf Court of Appeals cam.eto;the oPpositlil conclusion! It

discharged the preliminarydnjunct.ion.grantlilci,.by, the lower German

Court.!Please;a],sonote this ..dec.ision will not be Z'emecii.lild, PYithe

Community'Patentor COPAC.-preliminary injunc:t.ions will still be

only the province of the national courts, as at present.

As a final note, should there be and will there be "forum

shopping" in the new "post J.992" Europe as in thel'old"? For the

foreseeable future the answer has to be yes, perhaps even more

"res";' tha.n before;· because of the greater interaction between the

countries of Europe; and the greater likelihood of , interlocking

infringements; Perha.psthis will blil the greatest difference in

Iitigatingin"pOst';1992 Europe;

39262.MJP - rep
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I. Introduction

As globalizaiionof' eCononiic activitiesadvarlces and

t.echrtOlogH::al Lnriovat.Lon rapiiny progresses/ c·ircura:donin the

internatiortalmarketsof·products artd techrtologywhichrequire

proteCtiOrtuIl.der t.he irttelleCtual property" rights is ',' expandLnq,

baBedort,·,the·underst'anding~coIriIrion:''tb .

respeCtive countries that issues 'On protiect.Lon of jthe

intellectual 'prOperty :fights have \ a seriolls Lmpact, On their

import-export activities, it was decided in September 1996 at

the Ministers Conference at Punta del Este to take up the issue

on the Lnt.eLl.ect.ueL 'propertyrights as OneofJitems

negotiated at the Uruguay Round of General Agreement on

and Trade (GATT)"

On December 20 ,1991,aCompreherisive teXt Of the GATT

Uruguay Round wnich"COvers the results ofJthenegOtiations' over

the:;pastfive\yealfs' was drafted· on the responsibility of Chairman

Dunkel and furnished to·respeCtiveCotiritries fortheirstlldy.

Since 1985, a: little bit before the negotiatiori'onTrade

RelatEldjASpectsoflntel1ectllal Property Rights Including Trade

inCollnterfeit'Goods (GATT TRIP) cOIllIllenced,astudy has been irt

progress at WIPO for harmonization of patent laws between the

countries (the draft Patent Harmonization Treaty). The draft

Patent Harmonization Treaty iricorpor;:ltesTri'it practiCally all

major provisions ranging from application for a patent to

enforcement of the patent right. AS areslllt, Tt contains a

substantial ritimber ofprmrisions whiCh correspond to equivalent

provisiOns of·the GATT TRIP;

Iif t.hds paper we'will Compare those provisions of the

Dunkel Text of GATT TRIP which directly pertain tathe patent

with patent laws of Japan, U.S. and Germany, to see how the

Dunkel Text reCoricilewith,the.paterit'lawB of the lfespective

countries and what amendments are expected to be made. Also,

with respect to those provisions o·f'the Dunkel Text which

Correspondtb eqlliv'alentprov'isions of the Patent Harmonization

Treaty, we will see. how these two drafts relate to each Other.·
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II. Subject Matters Studied

(1) Ar'ticJ,e 27 "Patental:>:l.eSllPjectMatters":

1 )SllPstanceof Provisions:

19'tic1e 2.7 prov,j,desfor.patentabl.e sllbjElc:ts,P~riigFa.Ph

1 citing basic principles, and PaJ:"agraphs 2 and 3r.e:t:E;l:r:;rillg,

. as except.Lons ,·.'t9 th9l:lEl,jllThicl1J!1ay;beElJi:cluded f:r:;om the

The D'llllkl?l '.I'.eJi:t.0f GATT'.I'RIPCoIlsie;tspf]paFt.s, LContcl.ining

73 Articles altogether, . Covering the basLc pr,j,nCipll?s of

treatment Of .. intelll?ctual .property:r:;ight.s ,p:r:;0c'l?g.u:r:;§!.s.f9J:'.g:r:ant.

and :r:;l?gistratioll of rights, en~f()rceml?nt()f t.h~ ,ri.gl1ts, and

sl?tt.l.l?ment of·g.isputl?s. This pa.p~r will,4l?a"i!-:PJ:'i.llci.paJ,lYjllTith

P~J:'t II, ':Standards concernLnq the Ayailal:>ilJty,.ScoP~Ja"Ilg.:.{Js~

of Intellectual Propert.y Ri.ght. ,n S.ectioIl !h::';P,a,t~,nt13.,'::lg'ticlee;

27through3~ ,

Enclosed as Table 1 is nA Comparison of p~tE;lnt. P:r:;pyisiOIls

.BE;ltjllTel?n GA'.I'T ('.I'RIP) praft.,A.g:r:;E;lE;lment, ,J;a,pan ,i, thE;l.{J.,S.,A.,GE;lrmany

and, WIPOHarmpniza'tion. n '':J:'able .:2'shOjllTsreslll'te;, of.• the.stll.g.y;

basE;ld .. pnthE;l,iTaPIE;l .1,OIl cc,00J:'dina.tioR of tllE;l,GA'.I'!;[, TRIP.,weit.h

patentlaws.pfthe r elOpectiyeC:PllIltries.

InthE;l,foJ,lowiIlg ,WEl jllTiJ,l,:r:;eport:r:;ElSllJ,ts of 911r .$.tudies on

.,'those .,?specialJ,y·,GA'.I'.!;[,;TRIPpr9Yi.si.PIls '." W'hi.ch,a.reIlo't;CPr+ElSPOIldiIlg

dirElctJ,ytp t.he nat.Lona.L pacent; la.W'15,.of the respectiYEtcountries.

Paragraph L provides, 'thatpatElntiprptElctioR ahaH...·pasically

be avaLl.abLe f orr any invEln'tionsin alli:t:ielqs oft.ec:hll0l.Ogy, It

sets forth what .Ls c.deemEld 'to be,t-hEl sOc.Ca.llEld patl?nta.bility

requiremElnts which: consist of. novelty,'IlOn:",o!:>yioUE;IlesE; ;aIld

industrialusElfuln,ess. It sets forth, among other .things,' 'tl1a't

patent protection should be available without discrimination as

A.'7?



4

to the place of invention, the field of technology andTwhether

products. are; imported or,··locally produced.

In paragraphs'. 2.and J.,. techn.ological areae which ..may be

excluded. from the patent protection. are enumerated on a

·restri.ctive,or non__illus.trative,basis.

Paragraph 2 states that.any;in.ventions against public.order

may be excluded , ..and Paragraph J. sDiptrlates.,t11'at (a)

me.thods.oftreatment of humans .or.animals and '(by plants and

an.ImaLs.. as well as processes for '. production thereof may be

excLudad, .with respect t.o . (b) plants. and.an.imals.as well as

processes fOr pzoduct.Lon there.of i. it. reiquires..plartt varieties to

Pe.protectedby;an.effectivesystem,ifnot.bypatents.

These .exc:eptipnaJ.provisions, c:pnversely., require., that

those other than enumerated on a restrictive basis must be

protected by patents.

pL; ).,c <::QDIparison:withPa:tent LaW§ of Respectiye C9:uIl:tries:

(Ji3.paIl]

N:ticle 32ofJ"apaneSePi3.tentLawmi3.kes unpatentable

(i;) inventions of . s.ubstances manufact.uredpy the

.transformation.of thei3.tom,/in addition to (ii,) inveIltions

,.i'l.gi'l.inst public order or. morality.. In as.. much ••. as the

proposed GATT TRIP provision,asdiscussedaboYe.,·is.not to

make unpatentable anything other than those exceptions

enumerated on a restricte(j basis, \'(i) inventions of

substances manufactured by the transformation of the atom"

under Section 32 of Japanesel'atent Law may not be made

. unpatentable.

(jJ.S.A.]

sect.Lon lQ4·of tl1e,·jJ;.S;. Patent. Law stipulates to the

effe.ct.. that the "date. pfinvention.may not be.es.tablished

with respect to any invention made abroad. Thisprovision

is considered.t.odiscriminatepatentableinvention by the

plac:ewhere the invention was made, contrary. to the

.provision of Paragraph...l of Article 27 of the proposed GATT
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"TRIP;

The US Department· of commerce. at an': e~rlier,stage'uwa!>

considering an amendment to its patent lawdealiIigsolely

: with its incoordination with this particularprovision:of

the GATT TRIP, so that ". inventions made' ab.road: may: be

"established the dateoLinvention as,if it were made

domestically .

.Thelatest recommendatioIio£ an advisoryorgan>tO·:the

U. S . Department of: Commerce , however/ irtdicates a shift' to

the first-to--file.system, If the firSt--to--file sys'temis

so adopted, there will be no necessity forestablishiIigthe

date ofinventiOrt, removingthe>iJIicoOrdiIiation of, its

paterit lawwiththeproposed'GATTiTRTPprovis±'on;

(:2 ) Article 28 "Rights COnferred":

of products '.' andtihat:ofprc>cesses, regulating certain

of:thirdLpartieswhichmay I:leexcludedwithrespect'to

. of 'such'classes,'

With'respect to iIiverttionofth'e'product,it

making, use, offer for sale, salea'ndimport ofit

unauthorized third parties , while: with 'respect to ijjivE~n·tion

I} SribstanceofProvision.:

Article 28 provides for patent rights- "coIiferred

assignment thereof, and licensing.

[WIPO Patent Harmonization]

Article 10 [Alternative B] of the proposed WIPO Patent

HarIlloniza'tion':prbvides rn paragraph(v)pirithe:::§ame: manne.r

as in Japanese Patent Law, that atoms and nuclear

materials are unpatentable. Since Article 27 Paragraphs

~:·3::ofthe'GATTLTRIPdo ... notL··allowth~s·ecsubstcinces to

-uIipatentablefthe at.oms-andt-nucLear fi'ssibnmateriafIs. under

paragraph (v) of the WIPO patent"Hii:r:monizatibnniust

removed i·f·, ArticleV10 [AlternativeB] ·..of···the,WIPO

Harmonization': is adopted.
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of the process, it prohibits use of it. In addition,' with

respec::ttdfnvention Of the'processi Hprohibits use of it

byu.naut.horizedthird par1:.ies;ln 'regard to· invention of

proceas of ··product.{onOf thE! prdduc::t.,it prohibits' use,

offer fOr sale ancFirnpoI:'t.df the product obtained directly

by t.hat. process.

assigned or licensed.

2) Comparison with Patent Laws of Respective Countries:

[Japan]

Section 68 of Japanese I'iitentLaw providEk;,; that the

patentee shall have an exc::iu~i.vEk figh.t tel commere:lally work

the patented invention, leaving descriptions of particular

state of the working to Section 2 Paragraph 3

whciitis intendedby.'tlte GATT TRIP is 8bnsidE!red to set

out the;it[inimuInlEkv~tdf~rdteCti:OntobeaffohJ.E!d and

wdll.l.dil1ftd>Vciy Bejbohbernedwitti any more prot.eCtion any

Piirty may Bewihing top£ovide.

Now, if you cofupareSection 2 l?aragraph'j of the

Japanese Patent Law with Article 28 of GATT TRIP, you will

noticet.hat the Jcipartese Patent Law does not define the

protection of the.rightholder in respectbf "offering for

seLe , II

Thete£fu; "()ffeJ:'ing for salek," would reasonably be

t.aken as being broader thart "displaying for thEk purpose of

assignment or lease," as provided for in Section 2 Paragraph

3 of the Siipanesel?atent<Law. Fd:tthisreason, Lri 6rder t.d>

make the Japanese Patent Law fully coordinative with

Article 28 of the GATT TRIP, it will be necessary to newly

add "Offering for sale" to the definition of "'working' of

an inverttion, ;'in that the "displaying" requires actual

exist.en6Ek Of the prodtie:t while "offering" is not

conditioned upon the actual exist.ehe:e Of the product.
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[U.• S,A.]

seoct.iqne; 271 (a ) al1<i.2,9!) of the U.S. pa,tel1tLawprovide

what cone;titutee; a patent .infringement~ Ae; far ae; we can

sEleo f rom t.hee;urfaceof thee;e:prov.isions" thE!Y do not; .fully

.renderprptect,i0l1.. to the il1vel1t;iol1,de~.inE!d.in,Article 28 of

the GATT TRIP, becaue;e the U.S. Patent Lawb~e;ical~ydefinee;

t.hE! mi;1king"usE! .or seoJling Of any. pat€!nteci invention as

infringement of the patent.

Other prohibited acts provided for in Article 28

......,.. !0Cl,r·Cl,.9raph,1 of t;1'!..eo GAT'l'TBIP, l1a,JlIe~Y"of,t(,jring>forsat(,j" and
"importing," are taken as patent infringement for the

purpose of administration of law.

Tl'!.usJ,thel!~S. Pat(,jl1t Mw, as it is, f1.l1ly.coordinates

wit.hArt.i.cle28 of GATT .TRIP.

[Germany]

Seoct.iqn 9 of .the German Patent L~W enumerates

P,rOl'!.i,l::>.ifeodactspy unauthorized. t.hird . part;ieos. AS it

.rela,teostq,Art,icle 28 of. the (;1\.,TT. TRIg, aqueostion. ari~es as
; ,,',... ,_,",_., -... 'C-"',_ """,' -,,', ,_" _.":'-' "" ',' ,-... .''' ',."-' ,._ ",- .... ' ... ',", ',-,.' ,',,',, .... ,'.-,-.' ",,- "" ",," "'_ 0';'

to whether the act of.~,d,.iJty,.s.iqn::.proV".id€!dil1.it,.il),sludes

"offeril1g for sale". cqnt.~ine<i.il1 Article'28of the GATT
~~

TRIP.

;ThE!~ct.ClJ ':d,iffgsiqn." d,OE!\'l. }:le>t. reoQ1.1ireo a,prqd,1.lct to

a,ctuallYE!xie;t., as is t.he caseo with the "o:!,f(,jJ:'iIlg for

sale," and patent protection would equally be. a,f:f9rded.

Th1.le;., we understand that Sect.ion .9. of the German. Patent Law""";"',',--.:.,-' """ """,, '-'." '. .' ..... ,' "',".-.- ", ," ...._, ... -, "',

ie;f1.llly cocxd.Lnat.Lve with, Article:28. oft.he GATT TRIP.

t~) Article;n "at.herU!?€!. Without. A,ut;horizat,iqn q:t; the Right

Holder:

.1) .Subst.ancepfPrqvision:

Article 31. of.. the GATT TRIP allows ~qther use" or

compuLsoxy license Ln th.e cOllJ:lt;ry ofi;1 Part;y, sub ject to (a)

thJ:'9w;Jh ttl of th,atA:rt,icleae; conddt.Lons ,

The issue of the compulsory license would include

three problems as outlined below:
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the goverrilllent.

ad'lanced

Iftheexclusi'leproprietorship of the patentee is

easily destroyed in the· name of a compulsory>license, the

signifTcanceof the patent system so aTigned.wouldtotally

be lost.

Thus, GATT TRIP specifically states that, in the case

>6fthe 'compulSory' licensingfintereSts of the right· holder

'Shall be respected and the . right holder shall be. paid

adequate remuneration (a toe).

(i) The North-South Problem

Qne.of basic tasks before GATT TRIP>is to help the

de'leloping countries> to align their patent systemS} with

those of other countries. In other words , GATTTRIl?aims to

maintain the international .trade. in order bYh.elpingthose

countries which have not signed the I?aris Convention (such

(ii) The North-North Problem

The compulsory license problem exists in

countries as well.

In the United states, use of a patent' by the

government requires· no notice to the right holder and no

remun.eration to the right holder. What is really intended

here is for the government to get rid of a substantial

increase in the f Lnanoi.a'Lioutrqo and of being substantially

obligat·edfor a patent search before the use, shcuLd the

government be required to pay royalties of substantial

amounts (b and h) .

In the GATT TRH'negotiationsi this pz'ovdsLon does not

impose an obligation upon the qovarnmerrt to find out a

point of agreement and make a patent search before the use

in respect of the North-North Problem which in'lol'les use by

the gO'lernment. It does require, howe'ler, that the right

holder be paid adequate remuneration, where thego'lernment

contractor knows that a 'ldlid patent is used by or for
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[Japan]

It will be neces§aryto impose stric.ter requirements

on arbitration decision involving a dependent, invention

because of the background circumstances outlined in (ii).

Because the scope of such "other use" shall be

(iii) Japan-US Issue:

The GATTTRIP'hegotiation was'~'triggeredby.. ,pressure of

the United States t.o strengthen and maintain its

technological deveLopment, power" by ..' promoting protection of

the' intellectual property.

According to the '. United States, if, in the event

Americans obtain basic ·patents.,theyaresurrounded by a

"substantial numberof.improvementpatents·.·froIlli Japan and

requ.ired ·tosign·.·cross-licensesi.··.·.such Amer.ican.patente;would

substantially be disabled; Thu.s, the UnitedStateliLmade a

strong assertion at the GATT TRIP negotiationmeetinq that

the structural.main cause.ofthe U.S. disablement has been

t.he.i nonvexcLusLvee .licensingby wayof.a.rbitration·. decf.sLon

onwo'rkd.nq of the so....called dependent invention, as pnovf.ded

for in the Japanese Pa.tent Law.(section92o:f;··Japanese

Patent Law) and, therefore, such provision should be

removed.

Japan asserted, on the other.llang,tllata.ssurance of

working useful improvement inventione; would ·.encourage

motivation of. Lnvent.oxs , leaging t.o.fuJ:ther .deveLopment, of

".. industries .and tlle laW' p.rovf.sLone ahouLd be leftCi!l. they are

" ..regardless of whether theJ:e haVe been such .resu.l,ts of the

;;arbitration de.cision.

As a result, the GATTTR:I;Pfound apoi,nt of • agreement

ibetW'eenbQtll.ipar.t;iee; s Q~.t;llat;'[qj:her.use,;"Qri ; compuLs ory

licensing, maY' be. allowed onlywith.respect)tqiJ!lprQyement

inventions involving an important technical advance of

considerable economic signi:ficance(l),

2) GATT TRIP w""l:in pa1tel:Lt .......'D
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[U.S.A.]

As,mentioned ±n (.iL) , ..it·w±ll benecessary.tb•..•. provide

fori notice·.andremuneratibn to:the .right hol'der where the

•.government. orc.ontractor. has' d<emonstrab1e '·groundEl to know

that a valid patent is or wil,l'be.uSed':by:f'qr.fbr the

government.

1) Substance'" of. Provision:

It: .muat; be pnovLded that ·theterm .·of.,.. .pzot.ect.Lon

a'V'aLLal::>leshallnot .endbefore the expiration of 'a period of

20 years counted from the filing date,

The. period of 20 yep-rsis intended::principally to

prevent anyattempto.f.. deveLopd.nq. countries to:minimize the

monopoly period undel:' pa,tents fromadvanced.countries.

Also, with respect to". counting ,.,of. the protection

authorized:"predbminant1y for 'the :supp1y.ofthe domeat.Lc

imarket"of·the Party; authorizing':such.use:·('ArtiCl'eJ1( f) of

: GATT' TRIP) i it: wil'l' be necessary.: to amend' . the JiIiaw to

restrict the scope of au;thorization .d.n respect of

:.a.rbitration decision on grant Of non"-excl'usive license in

. the case oftnorr-wozrkLnq (Section 83 of Japanese: Patent Law)

of.:::a·l3bitl3at'ion,c,decisi·on:'.·on::·· g·rartt::, of·\..':'·non;..exc;:Lusive

license in public interest (Section. ,83 of·J·apimese:Patent

'. La.w);

·.[Germany]

The German Patent Law provides onl'Yfor,:the;compu1sory

license for public interests (Section 24), with con

sideration being given in respect of any disadva.nta.ge:which

may .becaused to the rigb:l;,holder (S13ction8Scj.:., Provisions

defining. the scope of the compulsoryli.c.ens.13 . to be

authorized (supplies to.:dom13sticmarkets· only) and

proviciing.fol:'·non-assignability.and •certain. other matters

will.havetob13 laid down.

(4) Article 33 "Term of Protection":
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,,,period from thEl:f±lij1g date, ,it;mustbe.understood, .based on

+ ;toll!; scircumstanceS.,underL'cwhichit.ihas'; comeiout;., . that its

!cinterttion"is to prevent,.for:.: example, a divisional

.:iapplic.ati.On which· i·s.kept pendingywitll.·.the Patent·Office

c,,',overs a",long':;,periodof )td:me" from being, granted a -pat.ent,

a,fter', thetechrtology, involved has become-obso.Leacent.i and to

.'prevent the.' patent so/granted: f:rom heingvalidly irtn.effect

.. for+ a. further period 'of ..time.

This provision regulates the minimum durationnperiod.

While it is essential for development of industries to

guarantee the minimum level of protection to. the right

.n>h9Ider 'i"· iextremely gerterousprotection'i,jiffgrarited, could

,welJ:causeL di3,mageritothirdsparti.esunnecessarily; We

proposeithat: ,'Parties",' ,provide:a .. 'reasonable', maximumlimit of

,the>cpatentb'duratiort" with . the intent' of' the, GATW TRIP

Agreement in mind.

2) Comparison of GATT TRIP with Patent Laws, pfRespective

c';.c.c:iCoimtries:

[Japan]

Countlng' of thepe:tiod f>rom the : date .' of

>publ;i'cation ;.must,oe 'discontinUed.,::In actual practice'/,

i t'happerisvery'seldom that] anappTicatiClri';iSmade

opeR'/within'5:years,,'afteritsfiflirtg. Such! change,i,if

put in effect, would not giverfse toal1ySsubstantial

problem.

[U.S.A.]

A change in the period. needs' to be,made.;

,,/, ""',~","Cases..=r~~u.i-r....kng-a,=;],.on.g'-"P~-4iGd~xaill'i'll.a-t~.()Jl-i-n--,---,~--j=='==

the:United States mostly represent'continuations and

divisional applications.

'In order for the filing date of a' patent application

to "serve the purpose of this Section which makes the said

filing date the basis 'for calculation of expiration of the

"LT, duration! period,: it would be necessary,' where an application

.180



1) Substance'.of,provis·ion::

Procedures concerning enforcement of intellectual

property rights .. shalL be "fa.ir and'equi'ta.ble',' «They

shall" .,·'tlot,etltail ,unreaspna.ble:time limits '.

12

2}·.ui.S~Tarif·f·LawSection"'337 ,'Issue

; The exaIilinati()Il;period provided by ITC iSel : 'short one,

rbeingn12.;months basicaLly, ',' which un,reasonably ,prevents the

defendan,t· from, fully. prepari'ng'for,th'e .sudt brought against

him.

t, [Secti'on.; 1:,·General ObligatHms]

,·:Aiticle. 4l«2J

It,is expected, therefore, that it'needs to be amended

in', that the .ITC.procedureas· it; is·involvesatlunreasdnable

"time limit.

lfiI'addition; ,under'the'·ITCprocedures.,( IV the "opt-fon

of taking ITC or domestic juridical trial is available only

··"£orimportis." and (2)!,the'defendanti's .not; permitted, .to'/ file

a . counterclaim with,. lTC" making: -imports from abroad

extiremely disadvantageous whencoIilpared with domestic

productseunder.domesticlawsuftS.. ,.Thus,i the ITC procedures

do not seem to be fair and equitable.

depehdsitonapraorapplibatibn'or:iapplica1H;bns i tti6 calCUlate

.i .. ·;thet'Cexpiratiotl o·f:!the:duration :perio!! fromthe.fliting' date

of the earlies·tl..fdiled' .applicati'on., invoked in the subsequent

application, as provided for Article 22 [Alternative 2] (2)

of theWIPO Patent HarmonizatibnTreaty.
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(.6) . PART.· III ; 4J~liforcement .... of Intellectual Property Rights ;

[.Sect:ion.,4.; Special,cRequ:irements ,Related"'ito' Border

'Measures] Art:iclesi'51'-58

1) Substance of Prov:is:ions;

The customs authorities shall have the authorities to

sUlOpendthe releasecof goods yin: which the 'intelTectual

property right is usedwithol,lt.validauthor:ity; : The:r:ight

holder shall be author:ized to cause goods rIf::whi:ch the

intellectual property right is used without valid authority

to be suspended by the customs; authorities;:

:!):BorderMeasures of Ja.pcinandGermany

In Japan, import·ii.i.df products. which: :inf.ringe the

intellectual property right is suspended, pursuant to

Section 21 of the Customs. Tariff:Law,.under..the authority of

the, col:lector of :.customs..Theirightholder does not have

the·righ:t:toapply. for it nor:dbes he: have any means of

.. :.invol·v,ing. himselfi.in "Ehe proceduI:'efor,·suspensionof such

imports. A new border measure must be adopted.

In Germany, .t.he. !:lorder;measures:eJ;ltitling the

holder to an .application for suspensLon.

. imports. are not adopted either.· Thus, it willnbe necessary

tomak.eits.lawsystemcompatible;.withGATT,TRIP.

p) PART IV; Acquisit:ion andiiMaintenance

.; Property. Rights' and Related

Procedures;

Arti~le'62 [.Tnter...Partesprocedures],

The second paragraph requires that grant

registration of the right shall be within a

period of time.

The provision is not so specific as to what

reasonable period of time would be. Requirements of the

WIPO Patent Harmonization Treaty, under its Article 16,
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that thesubstantive,exaIllinatic!p,,> Shi'!-llj commencer ,within. 3

yea:r:s and. the finaLdecis.iconreached with:in, 2 Years of the

commencement of· thesubstalltive examinati.on" ,would

appr()ximate the criteria.

2) J::xamipation l'l,u;ioQ.,·:in Jap.m.

. . 2.E:Clr.;,;h.exi'!-minatJClI1,:.·:during•.•.':1•.9,90·,:.•.•an,... ave:r:i'!-ge . ''''ll'at!?n.t ..

application in Japan required 32 months (2 years and 8

months) and that in the U.S.A. 18.3 months. It will be

necessary to review the time limit for filing of the request

for examination and to devise some appropriate, practicable

means of reducing the examination period to a more

reasonable level.

As far as we are informed, the prevailing examination

period in Germany does not satisfy the goal of the final

decision within 2 years from commencement of the substantive

examination, but that goal would be achieved by making use

of non-governmental research institutions and assistance

available from EPO.

IV. Conclusion:

As mentioned previously, adoption of a uniform patent treaty

is essential for protection of international intellectual proper

ty rights and for making such protection really serving its

purpose, in order to cope with ongoing globalization of economic

activities.

It is an undeniable fact that, as interests of countries

involved varied, the place for debate has been GATT, or WIPO or

bilateral, simply making the arrangements reached more

complicated.

It is also true, on the other hand, that the issue of

protection of intellectual property rights is so critical to each

nation as to affect outcome of its industrial activities and,

therefore, cannot be solved in a short time.

There would be no alternatives but to agree upon a minimum

standard to start with, on top of- which detailed treaty
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prov.isions shollldbe discllssedanda.greeduponlater.

weare conf1i<ierttthatthe'GATTTRI.p,text' of'wh.ich 'would

hopefully be accepted by a'll·i;ignatories by Ja.nuary'l, . 1993,

would signify a marked advance to c.1iheunifornt worldwidec.patent

system ever since the Paris Convention. We look forward to great

efforts at an agreement within thepresc::ribed target date being

riladeby pafeIlV-related 'parties of respectiveL count.m.as ,



TABLE 1 A COMPARISON OFPATENT PROVISIONs BETWEEN GATT(TRIP) DRAFT, JAPAN, THEU,S,A.,GERMANYANO WIPO PATENTHARMONIZATION

w~iR-q)~~~eJ:':{i1arrr1~rrZ~~~~ .

Article 11 Conditions of Patentability:

Novelty, nco-obviousness and
industrial usefulness shall be the
requirements.

Germany

Section 1 : .Inventlcos cn which
patent may be granted:

An invention whlch.lsncvet and
industrially useful shall be granted
as a patent.

Section l'-(,ip'~teg{a'bil ity-'r~9'u irement
(NoveIM:'

Section 4':, Patentability requirement
,OCNcin-obviousness):

U.S.A.

Section 101 Inventions patentable:

Whoever Invents ariynew arid
useful process etc.. may obtain apatent
therefor.

Section 102-103 Conditions for
patentability:

A person shall be entitled to a patent
ifthe invention was not known before
the date of the invention thereof or
more than one year prior to the date of
the application, and was non-obvious
therefrom.

Japan

Section 29 Patentability requirements:

Inventions that are industrially applicable,
novel and non-obvious.

GATT(TRIP) Draft

PART I: General Provisions and Basic
Principles

PART II: Provisions Relating to
Acquisition and Use of
1_~teI_I~t:t~:~,I,Property Rights

[Chapter1: ,Copyrightand, Releted
Rights)

[Chapter 2: Trademarks]

[Chap~er 3: ,~CieographJ(al
Indications)

[Chapter 4:, Ind\:lstriClIDe:signs],:

[Chapter 5:' Patentsl.

Article 27 Patentable subjects matters:

1. Inventions, in all fields of
technology, th~tarf!_ new,i,:,v~lv~
an inventive stepandean be'used' ,
in industries. ,',,-',,' """,-.,

No,discrimination'shali b~
made as tc placeofinve'ntioh',-
field of technology;, and whether
products are imported or locally
produced;

Section 104 Invention made abroad:

Invention made abroad shall not be
qualified for.estabtishment of date
thereof in-the,U.S.A;

Section-lOS lrivehtions in outei'
space:-

Inventions made in outer space
under the [urisdictlcnof the U.S.A.shall
be considered to be made within the
U.S.A.,

,,-""
I',.
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TABlE-l ·ACOMPARISONOF PATENTr:P~OVISIONSBE'JWEENGAtTrrRIPi DRAFT: JAP'iN;:fHEu.S.A:. GERMANY AND v;IIPOPATENT HARMONIZATION

Artide19 ',Rights Conferred by the
Patent:

[Alt. A].Deleti on Ofthis prevision.

(Alt. Bj

(l) lnventlon.of Product:

i)' Making of product,

il) Offer or put on market of
product, use of product, or
import or stock of product.

(2) Invention of Process:

i) Use of process,

ii) Any, of acts referred to in (1)-li)
in respect of any product directly
re,s.u!.tir'l9 fr9m,lJS~_Qfpr9~.e_s~,,_

,.,~...er,a,_,....._~~-"e"p;<!_te_pt;: ~am'9t be
'ob,tai,ned, f9t.~I).~.pr9d~c'-t.

Article 10 Fields ofTechnology:

[Alt. A] Patent shall not be granted in
respect of:

(1) Inventions contrary to public
policy or good morality;

(2) Inventions of animals or plants
themselves;

(3) Materials existing in nature, or
discoveries;

(4) Means or methods of medical
treatments;

(5) Atoms, nuclear and 'fissionable
materials.

WIPO Patent Harmonization

[Alt. B] Patent shall be granted in all
fields of technology.

Section 9 Effect ofPatent:

The'f6liowirig;are t:)'ioh"i'6ite-d:

<Dlnvehtion of Product: Make,
. offer, diffusion or use of

products, or import or
process process of products
for above purposes.

<21 Invention of Process: Use of
the process etc.

Ql Invention of Process of
Manufacturing: Offer,
diffusion or use or, for the
above purpose, import or
process of the product
directly made by the process.

Section 2 Inventions on which
---- Patent may not be

obtained:

CD Inventions against public
order or good morality;

1$ Biological invention on
plants, animals.

Section 5 Technological Areasin
which Patent may not be
obtained:

<D Tho~::~~~~;;-in;;¥i9r,i,c~ltural
~reas,;ar,e .'i!"~~~tna,I,IYi4s;abl~
and·p-~,~~:~~~,b.le: .

Dia@J,Sii,¢}ri;~~"oe,:, ~<lS;"O,
industrial usefulness'.'"

Patents for Plants:

Whoever ir;vel'ltS;8I1y'distinct'and
ne,"""ad~ty ;C),f ,plantmay obtain a
patl:!nt the~,~~?r. '

Section27f(a} 'Irifringementc)f'Pat~nt:

Making, use or sale of patented
invention without authority.

Section 295 Infringement of Process
Patent:

Where a substantial likelihood
exists that a product was made by
patented process, any importation, sale
or use oftheproductshall be
presumed to be an infringement of the
process patent.

Definition ofWorking:

CD Inventions of Product:
Manufacture, use, assignment,
lease, display, import.

0) Invention of Process: .Useof the
process

Ql Invention of Manufacturing
Process : Use of the process;
manufacture, use, assignment,
lease, display, and import of the
product manufactured by the
process

Section 2(3)

Section68 Effects ofPatent Right:

Exclusive right to work the patented.
irwerrticn.

Section ,32 Unpatentable Inventions:

<D Inventions of substances
manufactured by transformation
of the atomic nuclear;

o Inventions liable to contravene
public order or good morality, or
public health.

GATT (TRIP) Draft I! I Japan I . U.SA I Gennany

Invention of product:
Make, use, offer f9r, S<:lJ~,

, 'sa,le,(jr,hTiport,Cil products
prohibited.

Inveritl,,;rt'C;{process: Use.
of process p~ohibited. use'l
offer.fer sale, sale, or :
import of products !
o,b'tit,irl~c:! dire~y byprocessl
prohibited.

)bl

2. Parties may exclude from
patentability inventions against
public order or morality.

3. Parties may exclude from
patentability: i

(a) Diagnostic, therapeutic etc.!
methodsfor treatment of
humans or animals;

(b) Plants and animals,
processes for production
the~eof«()~~erthen

",: Ii imicroorga,':lis~s,,~on_

',~biological ~nd" ;",', ," '",'
'microbiological'. p'rocesses).
Parties shall provide 'f('r

P!otecti~n,~~pl~,~,'1~~!~,~i.~sli.•
elth,erbyp~telitsllr~y l?th~t
I,aws; ., ," .

1.. (a)

A~,icle 28 '"Rights,Conferred:'·

~



WIPB:·;p.~t~rii'.:I:Hlririo~ii~tioH

provision

-
(1) P.~t~nts,a,:~,~~sjgnable~,:,

(2l EX(,I~~N~j1#n~~~r~~,i,ve'. " .
.' i licei'l'semay begra'n'te'd~'; ':':'

Section 15 ,·.A~~i~~~~~t,'6f'~~~~~i~-;'·, -

Lice~si,n,~:

U.S.A.

:Section 261 Ownership; Assignment:

Patents. etc. shall be assignable in
law by instrument in writing. Patentee
'etc. may in like manner assign the patent
,inpart or grant license.

Japan

Section 77 Exclusive Licenses

Section 78 Non-exclusive Licenses

Sectiol'l94 Transfer etc. of Non-exclusive
licenses

GAIT (TRIP) Draft

A COMPARISON OF PATENTPROVISIONS BETWEENGAIT (TRIP) DRAFT, JAPAN. THE U.S.A. GERMANY AND WIPO PATENT HAR~i?r.lI~!tON

Article 28 RightsConferred:

'2. Patent owners have the right to
assign, or to transfer the patent
and the license to use the patent.

TABLE 1

}Artjcle 3 Disclosure and Descriptioni':
I
\ The 'application shall disdosethe
~inventionin-a mannersufflcleotly-deer
[and complete fer the invention 'to:be'
jcarried Out by p~rSl?n:skill~d in'the:art.
:;Any advantageous-effects shall be
jstated.

\ , .

(2):'!The.;specificationshall exactly
and"dearly i disclose the'
invention, ln'such'manner that
:a,'p:ersO,,,~_kill!!~,!.n tt;leart
m:~xr~~~c~}F.~~'p~~cyce.·

;Section 3S DesCriPtionsin:',;;,'
, "~,\·Spedfjcati:(.i'n:· -;-',J:Ti', '

Section 36 Applications for Patent:

The purpose, constitution and effect
of the invention shall be described so as to
be carried out the invention by an
ordinary Skilled person in the art.

2~ .. partres,ll'layi'~qlJireal'la'"pnc:ant,
-fcre paterit.:topr~ride " '
information, ~~ncerni-,,;gits
correspondi,ng f?reIg~_ i'I.PfJ!i~~tj9ns
and grantS~ , ,

Article 29 Conditions on Patent
Applicants:

1. Specification mustdiscJosethe
invention in a manner sufficiently
clear and complete the invention.
Parties may require the applicant
to indicate the best mode for
carrying out the invention.

'Section 112 Par. 1 Specification

The specification shall contain a
'1ritt~.~,~escript,iO,I\ ,~t ,~~~inv~.n.tion
anc:l?t~,anner~ndpr9fe.ss.-of~a;kin9
and, ~s,i,~Q, it., i:rl.:!~c.~l~ll,.,cl(!at,,:ccndse,
,a."d,'~~q ~~,.r~s,~s~o,,e~~~,I:e:,a~y
person'~:k,il,l~d,in,,~h',(!,art ~?",~n~. s~.aU set
,forth'the best'rrode contemplated by
the inventor of ca.riYing·oufhis";"",
inve'r'ltiOh~

....., ·1·· ;:.;:.c•••• c;:;••c;:;: c•.c••c•.c ;:;: 1·

...:.:;

0-:
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TABLE 1 A COMPARISON OFPATEN~ PROVISIONS BETWEEN GAIT (TRIP) DRAFT, JAPAN, THE U.S.A, GERMANY ANDWIPOPATENT HARMONIZATION

Section 69 Non-effeetive region of Patent
Right:

.The.effects ofthepatent right shaU nct.. .
extend to:

WIPO Patent Harmonization

Article 19 Rights Conferred by the
Patent:

(3)(a) .., any Contracting Party may
provide that the owner of a
patent has no right to prevent
third parties from performing,
without his authorization, the
ects... in the following
circumstances:

(i) where the act concerns a
product which has been put on
the market by the owner of tl}e
patent, or with his express '
COlisent;:: insofar-,as: :suchact is I

perfortnedefter that-prcduct
-- has been soputo'nthe market in
the territory of-that-Contractirig
Party ..;;-:

(ii):'whereihii'a'ctis-done'pnvately
a_11d .cn .anon-ccmrnerdalscale
or for a ncn-ccmmercial
purpose, .•.;

(iii) where the act consists of maki.ng
... exclusively for the purpose of
experiments •..;

1I. __ (ivt~~~~l! ~t'!~_aet~~f\_~i,~ts .of'the _._.
w~,p~ratip(l:.~~_.-of,.C1 ,!,~di,cine in

'accordance'with --a' 'medical
prescapHon.~.--

(b) Those provisions (e.g. Article s..
3/Passage of Vessels) of the Paris
Convention which restrietthe
validity of the patent shall not be
affected by the provision of this
Article.

Germany

Scope of Activities to
which Patent does not

. Apply: ...

Section 11

1. Personal. non-commercial
. activities

S. TemP:-'~rary_pa~~gl!~~c.,oL
aircra-tt.Y~~i~~~,~t~:, i'

6. Acts ;pertaining"to the
cenverruen .cn International
CivilAviation"

U.S.A

Infringement of Patent:

Section 12~Ustfof'Pate:nt bv Federal
-Govemment,~for Public
Welfare.

(1) !pa_~~nt'stl~un~~'_#p'ply;to use
'tif-patented iriventiori- by -the
;fede~al ,Gover.nmlintfor
publlcwetfare.

,;:,'.--,,;':',:, , ,

·--.(3)' J:he:fe_deial:Gi)"ern.tne~has
. an obligation to give notice

ihe-re~I~1~:m_eifiventorana
shall provide'reasonable
i::ompensaiion'ihereTor~'

;--;?-\I,-',::-,::V,t',,"--;i.'

(e) It shallnot be an aetaf
infringementto-.•.-use•••-8
patented ·'invention '·;;~·solely

JorJuses~reascnablyrelated-to
-'>the.develop~e'ritarid~'submis5ion 2. Ex erimental activities

of tnformatlon:':lJ,-,~_~~:a Federal p
law""hichregulat~J~~'- 3,., ,Makir:'~up of medicines based
mahufacture ... of drugs ... on a prescri~.on _~~, ~ p:~~Ician

Section272 Temporary Presence in 4. Temporary passage etc. of vessels,
-thEWriitedStates etc.

',fh'~AS~"~1;'~?V-!n~~~tjo_8-ih~'~Y
v~s~~:i~ ',~~,;·,~;t~ri"g. tem~r:~ril~,:o.r
acci~~fltally ,st'al! -n9? ~o~~_tute
i':lfringl!~e.,~ o~ ~n'i. p:at~~t,:if_~h~~'
irive.,:n_~ion.' is u'sed exclu'sivel.y.for...
, , '" ,,'--r'''''"''·,,.- ,':' ':co( , ''',

Section 271

Japan

<D Use of patented invention in
vessels etc. merely passing
through Japan.

Products existing in Japan since
before the filing of the patent :
application.

Gl Making up of medicines based
upon prescription of physicians.

.~

GAIT(TRIP) Draft
,

Article 30 Exceptions to Rights I
Conferred:

'~_IJl~yprovideJimited I;

exce'p'tlo:::n.,s..t()t.h.•...•....X. '.1.. u.s.lv...•.... ri9... h..,".. "....)Suchexceptions can ~appH~qnly ..
whe~ ~he,J~~iti__h1,~~,~ I~lt~r~sts' of the"
patento:-v~er i,S n:o~ LJ~r:lias6nably I
prej~dicl!i:hirlq fth;a_s,:t_O,ta~e,~c,count I Ii-'
of the legitimate'interests of third - ,
parties.

-..........::-.
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TABLE 1 ~Cq~PARI!iONOF'PA:iENT"PR6vISIONS'BETWEEN-'GArr(rRIP) DRAFT, J~PAN, THE U.S.A, GERMANYANDWIPO PATENTHARMONIZATION

GAIT (TRIP) Draft 'japan u.S.A. Germany WIPO Patent Harmonization

(3)(b)
Those provisions of the Paris
Convention (e.g. Section 5AlGrant
of Compulsory License Basedon
Non-Use)which restrict validity of
the patent shall not be prejudiced by
the provisions of this Section.

'Article 19 Rights Conferred by the
Patent:

Section 24 Compulsory license for
Public Interests:

(1) A compulsory license shall be
granted where, if the
patentee refuses grant of a
license to any person who
offers payment of a
reasonable consideration
therefor and security
therefor, the license is
necessary for public interests.

Section 85 Procedure for Grant of
Compulsory license:

(2) Security shall beprovided to
prepare for any disadvantage
which may be caused to the
right holder.

(3) Decision of the necessity
therefor by the court.

In either case, the compulsory
working by the government does not
require notice or compensation to the
inventor.

42 USC2183

Compulsory license on inventions on
nuclear energy with public interests.

Compulsory license under Clean Air
Act.

Compulsor{L,ice~ses :urid~<Japa~~~e law:

<D Section,92
Arbltratlcn declslcn on grant of
ncn-exduslve.llcense crrooe's own
patented invention (3) With
"respectt~dep~~dent,irll/entions,
the~~t~ntee_'~ay req,~e~t~e
DireCtor~'General of-toe'Patent
Office for 'en'arbitratio'n decision

":(jrl: ,ric)n~.~c.lusivej,ic_ens~.~.l
I2l Section 83 ._

_ ~rbiJ~atio.ri'?~~:~s.ion.,o~lg.rarlt, of
non"-exclusiveiicens'e in case of
rlon~.....orking.

Gl Section 93'
Arbi.tr~ti(m :.dec.i~rc:l;~<.~h.g~ant of
non..:exclu-sive license irfpublic
i,nt~rest. '

Section 9'2(5)"
V::·'J-,,'/·:',">:",",; :,:"'-"',,,, :". ""'-,",

~~bi,~ra:tiQ.n"de~i_~i.Qn ,shallnot, be.
rendered if grant of 'a ncn-exdusive
Iicense\hiould~'lj'~duly injure thebeneflts
cf.pateritee'etc, ,- .'

Section 85 ", (;:H~~'j.ing-~f 1~:d~~t~i~1
, Property Council

Section-86, F(ir'mal'Regtiir~m'enkOf'
Arbitrciti'6ii'-" -- ".,

(2)"'1), ~~~itr~ti?-"t:ie':is;i_?I).~rd:e,dnga
, nbn"t!~Husive'license·'to' be
granted shall. set forth; among·
others, thescope of the license and
cooslderatlcn.fcr the license.

Article 31 : Compulsory license

Reguire'ments forCompulsorv license
to be Authorized:'

(a) ~uih6:ri:zati9~'.of ,suc,~ ,us~
s~aU;: ?~~ons!~ere~t 0:0 Its
i~.~I,vid~alm!,!rits; ',.

(b) such -usemay only be
permitted if~ prior' to such
usezthe proposed user has
madeefforts to' obtain
a~t~?ri:z,~,ti'lJn,from the
ri~I:rt~(;)lder,···;_Il:lis
r~9-~nerri~n~,):nay~_()tbe
~a.iv~r,~~er,eJ!1~ patent
I:lol~,~r~~_~lI:.b~informed
prci~p;t,I.;:~_~,;:,:.

(c) thescope;andduraticincif
such'use,shall:b'e limited to
the p'~rposeJorWhichit was
auJ,h?}ized;,'" ". '

(d) such use shall be-non.:'
exclusive,,;,v:·

~
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WIPOPatent Harmonization

license:i:;';

c
['

(1~, ~n~h~~~,ju~J1i~:I,i,~~ns~,mr:tr,be
;~,:,,: . ":!transfJrred;:'(j)()rilyt6getfll~r with

the busiq~,~~,in~t:Jic:~Jt,isworked,
CIt 12> o~I.y',Y(i,th:tl)e',cC!r~nt~pf the
patentee (or n.), or Ql in the case

-ofinheritence or other generalsucc:e's'sioh.' ,--' .. '. '" "" ..

';;

Section 94<TraRsl~fetc·dfNOn~exd'iJsive

Section 86 ,:Formal, Reguirements of
./':Arbitration (notice shalf , , :
;:,<'.al......Clys be given in respect of

,,~n,e .arbltretlcndedsion _',
ordering a hon;;ex~iusiv~
license to be granted).-

:Section 84 SUbmis,s~4,g,;?:t.'N.ri~e,r'l, ~~pl,'L_

GATI(TRIP) Draft n I ,,(:Japan I U.S.A. 1 Gerrnany

A COMPARISON OFPATEN~!P~~QVISIO~SBETWm"GATT(fR1P) DRAFT•.JA~AN,.THEU.S.A., GERMANY ANDWIPOPAT~NTHARMONIZAT[ON.

Non-transferable (except
with part of theenterprise
or goodwill. Dependent
invention must be assigned
with theinventor's patent);."., .... ,,"/','."

AnY'such tuse Ishellbe
r~,~W:f;te~~o supply of the
~?~:f7'~U~',T;~[~~~,;,:;:t:;,
If<and'whe-n,the' ii'.'!;·

circumstances whith"led>t:o i"
~,~~~,~::~o,~xist, the
~9.y"!?;~~~jl)!~.;~l,!~~p,rty:s"'~11
~~:y~"mei~!u~,~~ti~1(1.' '-:, "
review: the continued

~i~m~~~~~,:;~~$~';'
The:rightholderssna/l;be .
paid:adequa,te,""< ". "," I:
remurreratlcre'.With resp~
to use bythe:-gbv'erriment, ::
no~I~~,s"'all :p~ g,ivento the i
;:j~"'t'.h9i,~,et:ih~~te ,i~ a, .:,'ipefi~'gi.'m1)(t~Q<I~,V;hic :
th~'Patenteould be I
i~~~~i~.,a~le (~<1i~chi!lg!'lClt I

':-requlred);· .

Th5f'legal·.'validiiY·ofany
,c:t~ci,sIl)n. (elating ..to the.
au:th0r,iz~ti,o,:,of"s,uch use
s...""U~e:',s~~j lit tojudicial
r~v"i~~;", 1«

(0)

(h)

(g)

(fl,

(i)

Article 31 Compulsory license

Reguirementfor Grant of Compulsory
~

TABLE 1

~-
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wJPQ;p.~~en'~Ha~~_~ni~~tiQ_nU.S.A.

(4) In the (~~~,Or~~p-~nch!nt

iny~ntion,_ a ,',rao"-exclusive
license resulting from an
arbitratiohshalLbe transferred
tcigether.withthepa,tel1t",to which
the non-exclusivelicenseeis
entitled

Japan

Section 183 (1) Action on Amount of
Remuneration

Section 92 (S)

Ifthe grant of a non-exclusive license
W~ul,~V(\,~,':lly injure the benefits of the
P~t~gt,e~:et~".,tP\'!Pipae:t:R': General shall
:O?t r~?deD a,h,',i:I.r~Jt(aJi~Q,d_e,cision r
Qrd~ril'l,g; a: pon-e~~lu,~j.ve ,l,ic~,ns,e to, bf!'
grant,e:,d: '\', ",,'

Section.aS'. ,Hearing of Industrial Property
Council__ "

Section 92 (2)

Right holder of the first patent may
request the right holder of the second
patent for negotiation on a cross-license.

section 94 Transfer of Non-exClusive
,License etc":

A COMPARISON OFPATENT PROVISIONS BElWEEN GAIT(TRlP)DRAFr,· JAPAN, THE U.s.A., GERMANY ANDWII'OPATENTI-lARMONIZATION

GAIT (TRIP)Draft

Any decision relating to
remuneration provided shall
be subject to judicial review.

Parties are notobliged to
apply the conditions under
(b) and (f) where such use is
permitted to remedy a
practice determined to be
anti-competitive.

Use based on an
independent invention shall
be subject to the following
additional conditions:

the invention claimed in the
;'se'con~pa_t~,I),~ s~~Il)':l:~()lY~

a n-'i,:"p:orta~t,te~hnic:al
.'advanteqe..:ofconsi~erable
economic significance in
re:latipn' to the. invention
ClaImed in the first patent;

the owner of the first patent
shall be entitled to a cross
license on reasonable terms
to use the invention
Claimed in the second
patent; and

the use authorized in
respect of the fj rst patent
shall be non-assiqneble,«,
exceptwith thea~si,gnment

of the second patent.

(k)

Hi)

(I)

Gl

TABLE 1

.~
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TABLE 1 A COMPARISON OF PATENt PROVISIONS BETWEEN GATT (TRIP) DRAFT, JAPAN, THE U.S.A., GERMANY AND WIPO PATENT HARMONIZATION

GATT (TRIP)Draft 1'1,' Japan I US.A. I Germany WI PO-Patent Harmonization

(e) The Office may not revoke
the patent ... at the request of
a third party, unless the
ovvnerofthe patent has had
at least one opportunity to
present his arguments on the
grounds on which the Office
intends to revoke the patent.

Article 22 Term of Patents

[Alt.A] No provision

[Alt.B]

(1-) The patent term of at least 20
years.

(2)(a) The patent term to
commence on the filing
date of the application.

(b) Where an application ("the
subsequent application")
invokes one or more eartler
applications without
Claimingthe priority of any
of those earlier applications,
the starting date of the term
of the patent granted on
the subsequent application
shall..betheJiUng l:I.i:l;_t~of

"';~~~_ ;~~rl.i~s~·.fi.I_~d.i:l;ppIIf:;~tion
, involved in thesubsequent

application.

iArtide 18 Administrative
Revocation

Section 16 Duration

Patent shall continueto be in
force for 20 years from the date on
which an patent application for an
Invention isfiled.

Section 73 Appeal to Patent Court:

Appeal against invalidation of
patent under Section 59 (Filing of
Opposition) etc.

Court Review

Contents and T~rm of
~

17 years from the issue date.

Thepatent owner involved in a
reexamination proceedinq may seek
court review with respect to any
decision adverse to the patentability.

Section 306

X
Section 67 lerm VI rdlt:lIll\lgfll

'f ,', :;Th~ :t~rm ;ofthepatenHight,sl1aII
~e),5,y,~ars(ounted from the date of
~~~I~f.~~i9~; ?_~ ~,~,pat~n,t~ppl.k~~<>n.
~lIt: ~p~j? :e~c~,~#._ ;~P;'_Y~C1~s}~om the
filii)9.date._,of ,tlje.~IJCttenf'''· .
~'rJ'p"i,cati.~~_:" .'. '. ,." ')'--: ,>c.

Section 178 -A~i~ri-:~ci~i~~:-A~pealc
Decisions etc.- .

Section ,-2'3')' "'Ap-p~'~1 {cit',!
.'IiwaIidatiori"of Patent

',-.-ASecond Appeal

Article 33 T~;'mofProtectirin I
. .enn 'of protection available
shall not endDetore-t,~~'~xph;_~~()n"','1;
of a period <>,f tW~QtY-ye~rs,~o-ym~.~,
from the filillg ~ate. " -

I

Article 32 R~,~~c:ati~rVFd~eitur~_,: ".: I
. pcrtunity for jUdicialrevie~

of any decisionto revoke or.forfeit.a !
patentshall be available.'

\'
w



'TABLE 1
A COMPARISON OF PATENTPROVISIONS BElWEENGAIT (TRIP) DRAFT, JAPAN, THEU.S.A.,GERMANYAND WIPOPATENT HARMONIZATION 9

GAiT (TRIP) Draft , Japari U.S.A. Germany WIPO Patent Harmonization

~
. .~

i)

Article 24 Reversal of Burden of
Proof:

[Alt. A] No provision.

[Alt.S]

(1) ... where the subject matter of
the patent is a process, the
burden of establishing that a
pr09Yct was net made bytrye
pro:,:ess, shaH,b,eorl,the , '
~I,_I,~g~dinfd:nger:if ,ei~h~rof
We' f~IJovyi,r1g .conditions i,s
fulfiile'd:

the p'ro~uctisnE!~; or

,ii)', a.substerroat Iikelibood,exists
.- that the product was made

?y :t~E!WOcE!,ss,an~,the
:"owner 'of 'the pate'nt'has
been unable through
reasonable efforts to
determine the process
actually used.

Article 24 (2) Manufacturing and
Business Secrets

Ih:tequidng,-the:producticin of
:'evidence/th,e' alithori~y''-before'
jwhich the proceedings .:>take:place
shCl,UtilkE!;into account the legitimate

. '\nterests of the alleged infringer in
not disclosing his manufacturing and

:business' secrets':'

Section 139{3) Presumption of
. . Manufacture by

,Patented Process:

If any;ce'vidence::tothecCi'n"trary"
is 'adopted;: reasonableinterests 'cf
the defendant in.respect.of
maintenance of manufacturing
secret and business secret shall be
takentntc ab:o-Unt~·;'

•••• 1;: ,

Section 139{3) Presumption of
Manufacture by
Patented Process:

In the case of a patented
invention which represents a new
process of manufacturing a product,
any identical product manufactured
by a different process shall, in the
absence. pf:,:a"pr9,ofto"the
~9r*af)'~" ~e),'pf:es~rT1ect,tCl"ha~,~,
ti~~.I):,~apllffteture~,bythe patente~:',
'p:r()s~~s: .", ',', .. '-'

·(2tth~t:'tn'~.-p,j~in~.ff h~sll1~d~ ,a
reasCln~ble c~ffBrt,: ~~ __ . .
determl ne:,1h,e,:!Jr'l)~ess
actually'u'sed in'the 
prcduction'ofthe product
and wesunabletcsc
determ ine.the,product shell
b~:pr~,s~WE!d;~:? D,a:~eb,~e~,so.,
made, ~nd:~~e bur~~~:(Jf:
establishing that the' product
wasnofriiade::by::tne:,piocess
shall be on the party asserting
that it was not so made.

Protection Order:

Fed. R. Civ.P. 26(C)

Fed. R. Crim.P. 16(d)(1)

Presumption:
Product Made by
Patented Process:

.. if the court finds-

(1) that a substantial likelihood
exists that the product was
made by the patented

.'process; and

Section 295Presumption of
:Man'ufadureby
Patented Process;

Section'104

In the case of a patent for an .
invention of a process: of
manufacturing a produet,where such
productwas not publicly known in
Japan prior to the filing of the patent
application concerned, any identical
product shall be presumed to have
been manufactured by the process.

Submission of
Documents! .

In litigation.;., the court may, ....
order the other party to submit
documents necessary for the
assessment of the damage caused by
the il'lfrillge,ment. However, this
pro,visio~s~,all no~appIYvvhen,~he
person possessing the'dclcuments has
aJegitimate reason for refusing to
prod.u.c.e., them.

. . .... .:'.'-"Y.".'.,:',.... :: '.";,.:/:.'.':-:

Code of CivilProcedure

Section 105

1.

Section 34 ProcessPatent:' Burden'of
Proof:

2. Anyp',arty shall be free to provide
that the. burden of proofonly.if
the condition referred toin
above.;mentioned (a) or (b) is
fUlfilled.

3. tn.the adduetion:ofproOf to
the ,contrary",~hele,gitII11,at~
interests of the defendant have
to. betaken into account.

Ihhe subje'ct'm;atter of a
patenti,~_a process for obtaining
a pro_d~q(28.1)._the judicial
~uthodti.es.,- shellhave.the
_autho~i_tytoorderttl~:~efendant
to provethat the process to
obtain,.anidentical,produet is
~differentfrom the patented
p~oce:ss.lnatleast o.ne: ,of,the
following circumstances,' any
identical pr<:)ductwhen produced
~J~~outthe consent of the.petent
o~~er shall,in the ~b_~nce of
prooho the contrary, be deemed
~~ haV~_beenobtained'bythe
paten~ed process:

(a) -. if t~e pr?duet ()btCli~~~~y
thepatented.processis new;

(b) if there: isa substantial
l,ikelih"od that; the identical
produetY.'asm,a~e:bythe
process and the owner of
~he petenthesbeenuneble

'throughreaSOnil,ble efforts
to determine the process
actually used .

••••,; •• ., .,;.;,; ; 1 · .
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TABLE 1 A COMPARISONS BETV\fEEi\n~ATT (TRIP)DRAFT,JAPAN;THE U.S.A., GERMANY ANDWIPO PATENT HARMONiZATION

. GATT [(lRIP) Draft .... 1 Problems Area ofEach Countries

l-'

V-"

Articl~)2~'~f'~h'~:,~AnT~IPdraft akr,~~':r',~nt states, ....., PARTIES shall ensure that th~;:pl'oc,edures:or~r~~~or
registrati9n~ ... ~~. p,e'rmit ,the granting:'.~~{~Qis,tr~~i9r,1, ()~th_eriQht with,in~: reasonable pe~i,o~'of time .' ;..." without
citing aSR~~ifi~ ~i,rl:1.e,period ..... lfltls ass~l11edtha~the,.tir11eperiod specified in Article Hi'o~,~,~e Patent .System
HarmcnlzationAct is considered reas.0rJa~le, the,:pe~i09.required for examination of patent applications lnJepen
fer exceeds'lt. . . " ',;, '., ' , ,

Grant of Patentwithin'a:Reasonable Period:

* Fore:i~ITl"iJ,~ti?~,~~:ri~~\,990'~ ~ri'average patent application in Japan required 32 m~n~~s (2~ years'and"~ ,.
monWs),,~~i,I,~,~hi:l~i,n_p,..s,;A~);8.,3 months. . ' ,:':' ' ,.,"_

* Article:16:of,the'WIPOPatent'Harmonization Treaty requires substantive ~xamir1ation:to ·be . commenced
within 3 years of application and the final decisionto be reached within 2 years of the. c,o'll1mencell1ent_ofthe
substentlveexamlnetlcn.: . '

•

ProblemAreasof Border Measures in Japan:

;II The border measures in Japan are within the authorityofthe collector of customs,as provided for in Section 21 of
the Tarifflaw.

* The border measures in Japan do not provide the right holder with the right to raise an objection nor do they
provide the parties with the means of participating therein. Thus,they do not satiSfy even the minimum
requirements for appropriate measures to be taken.

[Chapter 6: Layout-Designs (TOPOgra~h,i~'Sr~:f,i~~~?ia_t~'d"6-~~~-its] Individual Problems Peculiar to Respeeti\'e Countries

[Chapter 7: Proteetlonof undisclosed Irf~,matlonl, .. ..• .. .. .. ... ... .. . Problem Areas of u.s. Customs Law: Se<1lon337:

[Ch~Pter:8:,control_-OfAnti';'C~mpetiti~e;~r~~fc_e':in~c,CJ:nirah~'aIUc~n~_e-st" '-'." * The examination period at the In~erl'l_atiol"laltra-de,CC)~rni'tt~e(ITC) is restricted-to such a short period as
'-0,'>.',.>- ',i,'o', " - I ~ )'"':"'<-,'_.:." _",i>',' "':"'-"'-' ,; , basically 12 months .. , . , ,'r','" - .

PAR!}I:I:,.'._ E,~fprcell1e_f,ltpf .ID~ellectuakPr9pe~y J~.igl1ts - . !.'>'->, :-: : __~>i_ :'.)'1 '.';" '.:::;:: ',".' _ _ .<_: .. :
[C.ha··.pi.t' .. ·.l/ G I·· b'I'r: ,,, '"',, '!"" I·..: '. ~;.>,',....,.. -.,;.':,., '.' - * A casewas held to be a violation of •.s.ect.10.n...41. (2..)0.nth.e,groun.d 0.f. u.nd.uetim.. erestrietiop..' .' er :,enerao Igatloos "::':':""','" .."-, '.':""",""'" . .... .... ",' " '.'

Article41: ! ,::'! .'.i~"""" .' -: * Because (1) t~e option of taking ITe 'oi'd~~~~i~,~~,ridi~al'~r~~I' i~::~,v~na,~l~ onlyf6' importprodUds,~and:(2Hhe
'>, .' :::,:;': ',', r .' "I _ " ' , '." _" fact~()un~er,tqClI.~a.nnot be filed bythe person wholmpor1s products'from abroad',areanextreme,dlsadvantage,

2, '·Procedu,.res concerni~g'the enforcement of intellectual pro'perty _Viilen c,ompa,r~d w'iththe person who provide the dcmestlcprcducts towhlch the domestic litlqation is:available.
rights ~h,alf,befair-:al1d ,equitaple;: Theyshall nct.beunnecessarlly , :::" ,'- ,! ;"i . : ,,', " --:(: (,,0':'>;'- "

':co~plkilt~d,9r~()stly, ,ore,~,t~,:I'u9r~asonable tlmeIlmits.or; Ther~fore,~,e system does not seemto befeir ~nd eqUlta,,~e:.;,;
u'nwarranted delays. I:

[Ch.apter'2,:'¢i~i'l' and:Administrative P~h:~Jdures and Remedies]

[Ch:aPter,~,::pr~~isi~,n~I'Me,~s~~e'~r: [i
[Chapte('4: Spedal RequirementsRel~.ed1to Border Measures!

Articl~,5,1"'" Suspensit)nof ReleaseibyCustomsAuthorities

P.~rt;ie,sshall, adopt pro~edurJ~:t~ enable a right holder, to lodge an
~ppli;c~Fi9I1in:writingcwi.th com~~e~t authorities, administrative or
ji.idicia,I;,~or. th~~l:'~p'~I)~i()r ,9¥~J:4u~oms authorities of the release into
f~,ee::d,r~~I~:Io~,?f ,~,U:C~:~'?9dS" 1
Article 52, A6~I'i~aij~ri (~~o~isio.' iofprima facie evidence etc.>

-A~,idisi:,',:,5e~:~~ityor EgUiValent~'ssurance

Arti~leS4~' 5S'Noti~e'bf'siJsaeAsib:';;Duration of Suspension

Arti~le.S6· 'Ind~mnific~tion:'~fth~ importer and of the Owner of the
Goods I

ArtiCle'S8 Ex' Offido.A:ctio'l1 '
1'-- --)

PARf;IY= "Acquisition ~nd'M~i~tenanb~ oflntellectual Property Rightsand
;>::',<,j:",Relat~,d,:I~t~r~~~,~ji~~, proced~r,~
Article 62.',:., "'Convenance betw~enfp'~Hie:s:

,'" .-',.',<.:.-':-..j"'::" «,-,--!",'" :'c"'" "c·'·,. "."' ..' ":. '...," Ii' '''':' .- '."'" ,".j. ,'.,.

1,~" :C:()lldi,~iol1~;fpracquisitionandi~a.intenancecof:theintelleetual
, prpP'!'!rty"riQ.htsshall,not be intpns,istentwith the-provisionsof '(hi,S

,Agr~,elll~~t:,,<,:,: ",::::.: J1 ;; . ':', ',' ,:':
2. Parties s~all eh~ure that the p~~edures for grant~,r:~t!~!st,~~~I~":-,-',,:

w.ithin area,~onabl~,perio~of p.'.~e."so,(ls~l),avoidunw<:l~~~~t~~',,\'
curt~i1mentoftheperiodofp'rotedion. ,':',:: ,"~' .' .

PARTV: ,,~isputeP:r~V~~~:ionandseJterT1ent
PART VI: !r~~s.itio~,~!'.t\.~r.Clng~r:rJ~nts I; i

~f'-;~~:VII: "1~s:t,i~~ti,onaIArrahgetrieiits ~ Fi6al'Provisiohs'



0: Fully coordinative, requiring no law revision lcoord.l.

,.-

TABLE 2 COORDINATION OFGATTTRIP DRAFT WITH PATENT LAWS OFSOME OFCOUNTRIES

GATTTRIP Draft Japan oi ' U.S.A. Germany wlPq Patent Harmonization

Article 27 Patentable subject matters 0 , " X 0 , 0

Article 27 3. Subject matters excludable from X 0 0
,:;

X
•••i'patentability -~. ,

,

Article 28 Rights conferred <,' '
" 0 0 ,.'.'

0 ".;.
Article 29 Conditions on patent applicants 0 ! :0 0 :'\ 0

.. ,

; ',' •

Article 30 Exceptionsto Rights conferred 0
',;','

0 .. 0
' ..'; 0,; , :

Article 31 6. 0 0
, . ,;."

Other usewithout authorization of the - ..
right holder (compulsory license)

".
.;

,

" "" "

',,'.
,

Article 32 0
,

; 0 ",,; ;, , .
,Revocation/Forfeiture , ',0,

"','
-

Article 33 Term of protection X " ! X, .','. 0 ;."·'.i••, 0' ".'., ,

Article 34 Process patent; burden of proof 0
•••

! 0",""
" "

,.,','0 ; s ,•• " 0'
•

:,

Article 41 2. Basic obligations 0 X •••;' ;,
. , ;" '"

",', I ; 0 " - ,,; ;
,"

Article 51 Suspensionof release by customs X n 0 "; XC
{ ,:, . ) ;;;

..
authorities ),

,

;
,

Article 62 Covenants between Parties X S) 0, . \1 6. - :

,-'

"
6.: Incoordinate, but adjustable with administration, without requiring law revi~'f>nunnecesSarily,

Ilncord. but adminlstable]. :.:

X: Inncoordinate, and hard to adjust with administration, requiring law revision [Req. law rev.].
"--"}:'"
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products.pharmaceutical

There are, however, trade related

certain

There are two major areas of objection.

to

Pacific Industrial;PrClperty.Assoc;i.5!-1:ioni.
October, 1992

Okayamaj' J<ipani .....

protection

These matters will continue to be under discussion when, and

The united st~tes has objected to ce~t~in features of the

GATT

with respect to the GATT issue, as you know, the uru~~~y R~~~~

There are three inter-related matters which 'are the sUb:f~~t<:lf

U.S. DEVELOPMENTS CONCERNING PATENT
ASPECTS OF GATT", 'NATTA...AND ' HARMONIZATION

I

is still being negotiated. The major area of disagreementreia:tes

present TRIPS text.

patent

this paper. specifically, the patiar': a"'C'ects in GATT and NAFTA and

the developments concerning harmonization in the united States.

aspects of intellectual property rights (TRIPS) which are also

if, the agricultural subsidy issues come closer to resolution.

to agricultural subsidies.

still under discussion.

would have ten years to reform their laws; the united States has

specifically, under the present text certain developing countries

First, the period of time under the present form of thee text which

developing countries would have to reform their laws so' as to give

Secondly, the copyright industry in the United States has objected

to the present text as it relates to the manner in which copyright

taken the position that this is an excessive period of time.

royalties may be collected.



A more immedd,ate result of the GATT negbtiations is evidenced

(It is believed that, if the draft is adopted, it will be

by the position of the Worlddntellec::tual Property Organization as

expressed in WIPO document dated

This document,prepa.red' fbrthemeeting'bf: theParis?Union Assembly

~eptember 21-29, 1992 and entitled "continuation of the Diplomatic

Conference for the Conclusion of a Treaty ~upplementing the Paris
1:,,,:) " J':

Convention as Far as Patents Are Concerned" states that ".

known.

although the negotiations of the Uruguay Round of GATT have not

been completed the draft of the text dealing with intellectual

pr(jp~rty, (hereinafter referred to as "the TRIPS draft"), which

would be part of the final outcome of the Uruguay Round is now
{",.,-, -,. " C c~-·

adopted without major changes)."

The WIPO document continues, in

UThe TRIPS draft gives comprehensive solutions to the issues dealt

with in the following six articles of the basic proposal before the

Diplomatic Conference:

Article 10: Fields of Technology,

Article 19: Rights Conferred by the Patent,

Article 22: Term of Patents,

Article 24: Reversal of Burden of Proof,

Article 25: obligations of the Right Holder,

The document continues, in paragraph eight: "It is proposed

that these articles be omitted from the Basic proposal, the more so

that they are among the most controversial."

2
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The 'document 'then;'<in<paragraph nine, proposes.'thatthesecond

part of the Diplomatic Conference' deal with'a modified Basic

Proposa.lfrom whi'ch;thesesixarticles have··,been.rremoved;

The WIPO'document 5also<recotiunendsthat;thesecondhalf oLthe

Diplomaticconference,·be.hedd Ln' Weneva from <JUly 12-30'/ 19·93.

NAFTA

The North AmEirican Free TradeiAgreement ("NAF.TA")< has<appa'rently

beimsubstantially<conchtdedbut its text has 'note yet.,;been';made

publi'c. .ThepartiestcftheWgreemEmtarethe<unitedStates".Canada

and, Mexico. "The<procediire>in:t.he.i'Ul'iited' States'is,thatmajor,tr,ade

-agreements, suchas'NAFTA, nar'e'inHdally sUbmitted ,to approximately

4i5'1'Industry AdvisoryConurt1ttees'CI' ISAClI) for comment; ;;bef,orebeing

sUbmitted ,to congress; 'After' >these 'advisory" cotiunittee's ' have

studielf"the' ,'text "'ahd made ,their; reconurtendat'ionspn.'the ,tra:de

agreement is then'sUbm1:ttedi ito'the Congress;"Onlyafteritnits

sU,bfuitted to,'the '1congrefis'<is it'made available·to ,the pubHC. The

exact date 011' which that" would"occur is'not known 'as "'0£ 'this

writihg.

With' respeCt to intellectual"propertY';matters;it is

understood that the provisions, in general, < are 'similar 'to> the

TRIPS aspects of the GATT. Uruguay' Round , There are several

differences 'however; one difference is an agreement<modifying

Canada"scompulsbry license laW concerningpharmaceutical;s,; It is

·also uhderstoodthat<there 'is a provision in' the agreement,;

referred to"asthecultura.l exemption, permitting a limit on the



'percentage of ,motion picture uaevand broadcasting ,permitted from

.the united istates to :the other.. partners to '. the<Agreement.

It is also :understood that.J:tAf·TA ,wouldrequir.e a modification

of United states, patent ::law:'31.s .. it.r.elates,.to$ec::tion. 104 of Title

35, United· states :Code,·~or.e,specific::ally,that"Sectionof the law

now provides that activities out$:i4eof the united states cannot be

r.elie4)lpon ,·to 'e$:tablish,.pr.iOl;'itY'f.or< P1.l:t;poses !.of<obtaining·' an

united states. patent.r< There.. is an::exc::epticm.tO.this:whichis ··the

f'i:ling .pf:apatent :applicat:ion:in a 9.o1.lntryoutsi4e :of.the trnLtecl

Statesl,': where.thecorresponding:app.lic::ation.is,f i Led in . the United

States; under :. the !ParisConvention:within one:yea:t; ..oJ .the.filing,.in

:et;hei' cotherco1.lntr¥, '. :T!:lis NAf.T.Jli.provisiC1I'k:appar.entlywo1.lIcl·.:·per.mit

·nationals of Canada and » ',MexiC::Q·:to establi$hpriC1ritY:Joy

es·tablishingconception,:diligem::e ,a.n.el' reel1.lctiontopr.actic::e 'l:>Y

proYing :acts which oc::c1.lr.redin:!Qanada,or:~e:lCico.

It may: be.recalled; that:t!:le delegat:ionof<the Un.it.ed·. state.s

made an offer at the Diplomatic C,onference on Patent Law

Harmonization held at the Hague, to change U.s. law in this·re9!ircl

:with:.respectr< touall::co)lnt:t;ies,w!:li.le i:t;J;!t.C!:ining i1:;$h:kstoriC:::l ." first

to invent" patent Jaw; ,".

-Harmonization

Asypreyiously indic:atecl" the.Worlcl IntelJ.,ectual.Pr9perty

.Organizaition .. will: ,.pe., ''revil'!;ing,the,t,eXit .:of"t.he:'BasiC::."~~li::U)llen"t;'i"t;Oi,l:>e

presented to the second half of.theDipJ.,oma"t;ic:: C9nference which

willi/.be: .heldnext July in .Geneva • Thattexti/hasnot Yet :.been

published but it will reflect not only the changes mentioned

4



earliercbut'alsOthe deCisions, takelindilringthe:>finst>halfofL the

Diplomatic conference held ill the Hague.

In the United states" two: bills have beem,introduced':in,to the

:Cbngressentitled . "patent SystemHarmonizationAct"bfd992'h.ln

the Hou.se '. of ..Representatives'.the ·:bilLis:H,.R. 4,9.:78:cand.: Ln.. the

Senate: the ,bill Ls. 8 .;;2605 ; These' bil'lsare:po'fF:course';L identic.al;.

The bills provides that they,>wouldbecomeeffective"six

months after 'i the d'ate> 011;:' which ".the '. Cbmmiss,ioilerof>Patents and

,Trademarks Certifies';to,>the COl1gresSthat ·:an"agr.eement cajUong':.at

least'Japari;fFthe 'coimtries> of· the :EurOpeanPatent:Convent:ioil: that

are members:. of:' theF Eilrope'an .comlllunity , .:.and.> the:United;:, :States" has .

been:executedandwi·ll .come: into .effectonor before::the::expiratipn

of such six month period, providing..)for the;subs.tantial

harmonizatiori': of: the laws relating .topatent .f,ilil1g:.and·examil1ation

procedures and:' pateritabilitystandards among' such ;coulltries;

including the doctrine of equivalence."

On the e'ffective date of. theLact :the· .provisions ofepresent

sections 1:02/. :1:03 and. 104 of Title 3'5;.United:States:Code;:would..b.e

superseded: withrespedt ·.toa·ll patents and. applications, .for patents

containing one ', or ·more:claimsentitled: to·an '.; ef'fective: filing, date

that: is on or a·fterthe effective:date of the mew act,;,

The prbposed.. legislation provides that applications filed in

a country outisfde-. of: the .. :' united states"al1dfiled ···in the United

states under the Paris convention within one '.year of their home

country.: filing shall be prior art to a later filed United States

application, provided the application in the home country conforms

5



'general' natured·and.·are ':not intended'to· be;'specific cas to .. ·the

precise' statementdf the/legislation to which attention.·is invited:;

to' the first paragraph of '. Section> 112 of the Pa,tent iAct ..and.. claims

priority within 16 months after the date of the: ..priorapplicati9n'

'The legislation also' 'providesfo:rprioruSerirights ,where> a.person

ttias "a·tting'·: in>good,>faith; ·.·c01llIiierciallY'usedorco1llIiiercia1.>ly· 'sold

'in: the unitedState·s.,;··'or>has .made 'effective and serious' preparation

thereforer inthe>Uriite.dstates, before the·filing.. dat.e or. priority

'ofthe. application. >for patent .'.'.0..

iTheprop.osed,.legis.lationalso provides for· the>possibility: of

relyingeon :an"earlier..appl:ication:for prioritY"where it isf.iled in

:the Un.ited.\States; and 'contairtsthe'iinformation erequired.by·.the

·fd:rst··paragraph'·of: section 112;·o·f,·,the:,PatentI Act,' where,. the dater

appld:cation"l:s "filed 'Ln raccozdanoe. with·"the .:.present.requirements

ifor >a.continuing appllica,tion,", ';.

'.The·...,proposE1-dlegislati9nalso provides..Ifor>publishingpatent

spe.cif.ications.anq..claims· ;eighteen months:.after,the;.fi ling.:date'.. OJ:'

priority date.

The' termcifthe' '.patent, wouldbe..20, years'fromtheapplieation

·filingi.date";in the unitecr>states. A reasbnableroyalty could be

:ecil'lected:'from' ..any: person:,whol,during .thecp.eriod;,before. '.the· "grant.: of

·the·· patent made;> 'used;, "soldior· imported :the,.;claimed::inyention ·.or

used the pzcceas-. orc.impbrted.products;made'by, the process where

that: person had -, aceua l>knowledge·ofthe: .publ:ished:application.

6



It / is' uriderstood·:.tha·t ,'additiona.l hearings may >be,· held\:.on I these

bills; .probably,s'ometime.next<year/;

Other ''legislation '.recently submitted to 'the 'Congress of. the

Uriited>'states is also of\interest. On' August 6 of> :.this.year

Senator Deconcini introduced: ':legislation>entitled \ the n.patent

Filing 'simplification Act of. L992"j"S;3L5LUnde:t7<this bilUa

publicationdesc:ribing the Lnverrcfcn in the Engliish/ languageLimttie

Un&ted'stateswhidh' is pUblished:" or .authorize<i,':> ,shallconstitute

a',regularly:'.f'i:ledapplicati:onforpatent: f i lad ,'..on' .,the ,d,ate of

pUblication T&n/ the united sta,tes' if:: a regular patent application is

filEid"wittiinonEa':Yearafter. 'thendate of publication. ·It is' stated

that/ the" bill takes' advantage of a provision' inarticle4i.of the

Paris'CdnvEa'rition:whichaff6rds<a'right. Of 'priority,to /any un, f il ing

that,is'/eqUivalent to'a'regular nationalfiling'und,erthe domestic

legislation:I' Of any country; .11 The'descr'iption.;>of·the

legisl:a'tion indicates that: by treating a publication. imthe:united

states as a filing, an inventor would enjoy theParis:Convention

right of priority, meaning that the inventor would have up to one

year to file a patent application in any other Paris Convention

member country, notwithstanding the absolute novelty requirements

in most countries.

Presumably this would be a provision would could be considered

by other countries for incorporation in their own laws to the end

that a magazine pUblication, for example, in any Paris Convention

country could be considered a filing equivalent to na regular

national filing n under the domestic legislation of that country.

7



Inoadditiontothelegislation mentionedi;l!:>oyei .ilJt):le lfnit!!!d

states the Secretary of Commerce formed an "Advil;;9ry CPooissipn (1)

Patent Lawll.eform",which ,has o,recently,completedo itsoooocpnsi¢l!!!~ation

ofopotEintiaLochangesCin the u.s. patent law. oTt willreoc:pmmel:1¢1°ot9

theiSecretary'oLCommerceiamongotherthingso i thi;ltothepatent law

of the United States be changed to a "first ot9 ,file'r,l;;ystem and

othattheo,I'boest: mode" 0° requirement be"deleted from thelfnited" Sti;lte€!

law; This Adv.isory Commission, report .Ls, aa ofo 'the time '>ofo,o ,t):l;Ll;;

writing, being ,prepared for s1,lbmission' to the 'secreti;lrY,QfC9lllIllerce

of ,the'ooUnite¢l States. "'0 :.The ,Secretaryof,COOOerqe W;LLL,d!!!t!!!~mine

what'i if" any ,changes i'n::the patent:laWi;ll:'e to be l:'eQ900el)de¢l ,to

the Congress ,.ofthe united States,., In'9the'lC wpr¢lfl,t):le sec:reti;lrY

may.. accept"orrej,ect the proposals by this ,Advj;s9ryGpoo,iflfl:l:9n. )I.s

of' ,this' writing'I't):lere ,has,been ,nO,indic:ationi;ls,t.9:w):let):ler the

Secretary,of, Gommerce has giv.en anyc9nsideratj;pn tpt):le''lCeP9rt9f

the Adv.isory: Commission nor ,whatrec:ommen¢lati9nl;;mi'tYoeV.el:1t:tli;llly,be

made.. to ,the ,congress.
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The company's policyisc:b.ara.cterizeCl by splfttiAg into two
grouP§.The fistgrQuphliyiggfe;W!'lrJ:lumbe:r!Qffiling
countries is negative to useJ3J>C.•• n•••.' . ..
One fourth of the second group havinglarger nllmber of

)'filing countries is positive to useCPC,butstillInore
number ofcompanies ofthesecond'gI'oup prefer EPC to
CPC.

The strongest reasonfor negli~i"ecl1oi<;e ofCPC is
obligationof docl.l~eIlts trlin.slation illto the offieial
languages; Subjecfof"Exhaustionofrights"is not
considered.as.animportliJ:ltJs§ue atpr!'liSeP.t.
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1. Object

At the 22n.dcorigress,the[thirdc6ttl.lllittee ptesentedtheir study
report on various subject!l.C>f.t4eYonH~1l.~i~Yf>a~.el1~Rp~venti9~.
(CPC). Meanwhile considerable amount ofpublication has been'
available. For example, Novembef1.991 issueofPateht
Management, Japan, was published-as.the speqiall'lIWides on
"Revolution of Intellectual Prope~y~ys~eWtIl.J;j:~;r9P!'l~ndits
Trend".

It is certain that the's~idtf~nciWill!i:till.ti.enceej$enditurefotetil'st of
patent dep~ftinentofidom.pariies:in1993; .····/Tl1.etefore,··department in
charge ofpatent applicationshO:Ulde!lt~abli!lh$PPIl.hi!lforeign
application planning.

On the above assumption, WieilleP.t l'lqgestioDD~j,ret() t.:l1e member
companies of PIPA J aJ?llIles.!'lQ-mup, i119f.~.ertPltIlP}\"tendency of
planning by Japanese applicantS. '" . . .

2. Result of survey

(1) Questi~nn~ire

The questionnaire we sentcomptises 9 questions and a'bilef
explanatory note. Questions a.re asfoHRWf'!: "

Q1; Line ofbusiness

"Q2;' " Number6fapplfcatiori filedin 1991 iifeach member
country of EC

Q3,Q4; Ngmber of :filingcountries for one application and
filing route

IoIO,-\,/I:S: J.' J.J.,LU~ j.lVJ.J\;'y with respect tp cholice

Q9; . Requestandproposa1toCPC

The questionnaire is shown in Attachment 1.
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(2)QhtaiIl.~d iespon.~e

W~.s~D,~)qJlestioD.Il.aireto 87 companies and obtainedrespoD,l;e
.. {roIn.(36 cOInpanies.

Yield.·' 66/87 X100 76%

CI~~sift~a.tiol1lJy lille oflJusiness:

Metals, and Machinery 17 companies

Ele~tricalMachinery& Apparatus 15"

Chemical Products (includingpharrn.aceutica1J34· "

(3)NuInericalreslll~sandanalysis

The numerical resultsand analysis thereen-in gra.phicma.IiIier is
shown in Attachment II.

..•. In the obtainedresults, weca:n:observecharaeteristic feature in
rela.tion to business of'the company. Page l ....Page 6 of
.AttachiIlentII illustrategraphical suminaryin acco:rda.:n:cewith
linebfbusiness.

Page 1. Metals, and Machinery, 17 companies

Page 2. ElectricalMachi:n:ery and Apparatus,
15 companies

Page 3. Chemical (Process&Equipment orient~d),
13 companies

Page 4. Chemical(Specialtyol"iented), 12 companies

Page 5,Pharmaceutical,9dompa.nies

~henvve classify the companies into~groupsintheaboye
manner, we can summarize their filing policy al;th~average value
without big exception.

.l\Ietals, and Machiner~shown in Page 1 ".•....... ThisgrollP has
relatively large number of applications. However, they fj.le in
relatively small number of countries, 3 in average.
Only small percentage of companies are interested in using Cf'C,
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Electrical Machinery and Appratus sho,vvnin P/;\ge~.,-,.•...,--,.,-.,
This group has quite large number ofapplications and small··
'numberoffiling countries; 3 in average...• However, concen.tration
into the top 3, Germany, U.K., France, areniore(extremethan the
1st group. The reason seems that this iIlAustry requires.well
developed status ofproduction relating to high-tec}mol()gy. No
company is interested in CPC.

;;Chemical companies, process andeq~ipmelJ.triri~nted,
shownin Page 3 This group has relatively small number of
applications and filing countries,4 in average number. In
addition to the top 3, Netherlands or Italy comest94thCOUIl~9r.
No company is interested in CPC. The said I'st, 2nd and 3rd ..
grouPElseeIIltohavecomIIlonpolicytoCPC.

Chemical companies, specialty ortentedjshown-in-Page 4
..,-,..,..,-.,- This group has r~ll:'ltivelysmall number ofappli<:ati()Ils and
relatively large number ()ffj.ling cou,ntries,6iIlaverl:'lg~nu,mber.

,About 1/4co:mpanies answered thl:'lttheywill use QflC,though this
number is less than number of companies whowill use EPCrather
thanCPC.

Pharm~ce"ll~icalc::ompanies,shown in Page 5 .... This group
has the same characteristicas 4th group, butmore extreme.
Average number offilin~countries are 8. About 1/4 companies
are··interestediiiCPC,biit·still fewer thancorilpanieswhb will
choose EPC.

It is understood that conipanies ha\1'ing morenumbe:rdfflling
countries will find mor~,advantageto CflC. The same.kind of
numerical analysis, for just two.groups cll:'lssifiedin terms of

_____~~,tnliiiJieEQlfillnl~cEJ1iI1He~~iGldI-egai:C1ress:Qnliie~Qtbusln~~~:_ar1}~~~,_~~"'"
shdwn in Page 6 and 7.

W~ grovide another g,ragh. on rel~tioIlbetV\TeeIl Q3 /;\n~ R.5,vvhich
illustrates preference offiling route accor~ingto nU:mb~roffiling

countries.
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The graphin Page 8 shows thatpreferencefOlnCPC can.nerexceed
EPCinany cases.

Proposals and requests are summarized also on Page 8.

Most of requests concern with subjects of translation ofthe,,'

Some of those opinions are exemplified as follows:

Number-of languagesoftranslatioll,'\,Vhichthe applicant.hasfo
prepare and submit, should be reduced.

Onlyllmited nUlIlber()f langUages,such as El1.gli~h,(}ei-rria:fi~~d
Frenchsl10uldhe e~oughfor'g;B.Ilti:fig pat~nt. Lariguages~tli~r
than the above shouldbe requested only for infringement suit or
clairriingdaniage.

EPO ~h()uldlllakElartaIlgemElntsothatofficial orga.lli~~tigIl ..
including EPOitselfprovides translation in complianse",i~ll!

request from the CPC applicant. .., .....

Do~trin~of exhaustion ofrights does not make big issue fo~cho()sing
CPC for Japaneseappli~ant.· . '. '. .

Another interesting request, which was given froillapplica:rWha.ving
large number offiling countries.ito CPOistoa.ddIllore·Illeniber
countries,namelySweden, Austria, Switzerland,

3. Recent Development of CPC

At the 22ndcongress, we reported that.the CPC will eIlterinforcEl as
from Jllnul:lry 1, 1993, in all EO me1ll.1:>ers.tates excl~c:lin.g I?EJIl1ll.ark
and 'Ireland. The above mentioned questionnaire ",ete pl"epa.rEJd on
the ass1l,:tllption tllat. this schedule will.1:>El realizedapPl"oxima.telyin
time. . .

However, recently Spain was said to oppose partialImplementation
of CPO, whichis necessary.for enforcementof.Cf'C'on schedule,
unless Madrid should be Iocatiorrof the.Cornmunity Trademark
Office.
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Judging from theinfdrmation available at present, it is s~enthat
more ofone or two years should be necessary before enforcement of
CPC.

4. Discussibn

The results of this survey seem to represent filing policYdf.J~p~:rl.~se
companies faithfully.'

For examplej-rate ofu.sihg EPCrouteihECmember countriesis
considerably high. A far as costmeritc()ncerns, using EPCroute

. ,..,s~W.lI<l !;)1il.~dvl:l.ll.~l:l.gep;us·.~~e,:p.1IilsigN.ate,d ,c()llll.~r~esl:l.re.I:p.o:r~.than 4.
.'I:p.,~l1i$.su:rve,~, eve,:p.coI:p.pl:l.~ies~~v'llggliligc()llntri~sOfia,!;)Rll~ 4
'$h()~ ~l1~ir p.()si~iy~ l:l.tti~udlil.~PU~e,.~P9T()llte;.. · Ita~eEl~}V~tl1good
.reputation which EPC system obt~i:rl.~d from Ja,p~:p.e,~e.~ppl,w?-nts
with re~p~cttoreasonabl~.~PRlic~.~ionpr?cedur~,s~archalld
IilxaJriihati6n;etc:" 'EPGis'consideredto besucce$sfulto,Japa,llese
applicant.

It ml:l.Y be ma~ingcoIltrl:l.stwith fC!? t~ollghit.~a~.81lt ofobj~ct ()f
·g/·thissurVeY;········Japahese C6mpaIl:iesare~~tV>'illitrg;t()·11~e·PC1'toute'in

most cases. From the statical figure,it canbeseen that PCTroute is
··iuslildiatcer~a,inl1ate.·Butsomepedplesaythatmost of such cases are
. in "EllIlerglilllcy.esCape"man.ner offiling.withappHcationinoriginal
language when thlila,pplicant doesnot have.enough-tdme.for
translation.

Applicant~asliber~yof"no~choosiIlg" t? EP?ot~CT:..Incontrast?
c~~r~'cte~wit~Ol1tlibert~of"not choosing" i~opservedin?pg

·systeIn.This i~ aprobl~InforapplicB.Ilts..•. Whenwerlilv.~e~ the past
history of CPC, opinion from countries:outofEC seems not to be .

====="·~=··..:2~a:::·K::.:·!l:::·h=··F·.·We.gtt~S$J;l1~~'tl1ei'e·l1li'~li~!lh·nQ·~l:l'ai:tce·tQ·4i.~~11,~~Wi.t¥liF··=··===.4==.=
outside countries particularly on EC's patent system. It maybe

••blilca,u$e.othlilr;iIIlPorta,ntis$ues have priority t()be discussed, such as
currency, tariff, multi-nationaltranspo:r;-tation, agriculture
protec;ti():I1iEll1d immigratiouuponunificati6ri,of.EC.

In accordance with present survey and available information, merit
ofEPC which has goodreputation, may not be succeeded by CPC.
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\~'J y:,{ -':~-T ,F"::\. 'ii',:' Y;'''' {\T"'::":",2: ::.;:,: \ (:::

Under these situ~ti9Il,jF~'*.qu~stip)i.,~f.tligfore,ignapplicants shoulddo something." . . ., .. , ., , .,' ' ,

After every rules and regulations are settled, amendment of CPC
accor~JIl,gtg9'urrfilq:qest.lJlJgh,t.~fil)~if:ficult~o}~()lllply .......•.. ~Il,pll,it.()f; .'..e..) C

9pi:l1i9Jl..bY1YVo.bigJ9reignpatentcountrie,~~H~~.~p,.d~~p~r-,,~t the
present stage when some"uncertainties eXist;sHouln pe bgIleflCial to
niH~ctibribfCPC.' .. , ., ft) '.
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...... ....• ,,~P:E~:]'JH~N{\II!:E~;.\ ...
.. ON FILING OF APPLICATIONS .

IN EC SIGNATORIES

)

[ ] Organic chemical
[ ] Plastics
[ ] Petroleum
[ ] Textile

[ ] Foods

Question 2: How many applications did you file in E.C. signatories
calendar 1991?····· Give the number of such

down into those processed under the European Patent
Convention (EPC) and the rest. The number of
applications processed under EPC should include those
processed under Patent Cooperation Treaty (PCT).

Questionl£';J>lease'c~eckyoufPfillCip81liiie orIines ofbusizies~:.'.i«:

Met~I§··~M~p~iner)':
. . .: t ]Transporlati~n{+YiMgtive powerIIlachiil~r;r'

[ ] Metal, machinery [] Iron, steel, metals

Electrical Machinery & Apparatus:
[ ] General electrical machinery and devices
[ ] Computers [ i Communication
[ ] Household appliances [ ] Acoustic
[ ] Measurement [ ] Wire
[ ] Electronic parts

Chemical:
[ ] General chemical
[ ] Rubber
[ ] Paints
[ ] Petrochemical

[ ] Pharmaceutical

[ ] Cosmetic

Others:
[ ] Identify (
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":.'.:" '::-

Countries

Germany

France

Italy

Netherlands

Belgium

Luxembourg
,.' -',..;.::', ;. ,.', ':i-

Spain

Greece

UnderEPC
(ofwhich . Other than

under PCT) under EPC

---< )
)

Totals

. c, ~ . Portugal
..cDenmark

Ireland

Total

Question3: . I:Iow manyofEC signatories were yourEC applications
filed in 1991 on an average application basis?

Question4: W~th.r~sp~c,t to your answerto Question 3 above, please
check oriewhich best describes:

Answer: __ countries

[ ] 1. Filing in the above number of countriesis enough.

[ ] 2. Cost of filing resulted in the above number countries
though it is riot enough.

[ ] 3. Number of filing countries will be increased since
the above number of countries is not enough.
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[ ] 3. Others (Describe specifically

[

Questioh6: If:youea~.e. checke~~n~\Ve~ .. l t()R~estio~ 5., tHing under
•«:C~C~ rlease~h~ck any one or more f!ila.sons belpw

appropriatefor you:

[ ] 1. It is more advantagE!()a~, inthata.>Single application
will cover all signatories.

Question5: After the Community Patent Convention (CPC)becomes
eff~Gtivei~(i993,ascurrently scheduled,~o~r~pglication
with the Eu.rop~anpatentOffice,designatingany one CPC
signatory, shaUbe deemed as application und!ilrG:PQn

Check one which represents your basic~wz;.mWflteI?91i~y,

exceptthat ifyour answer is two or more, depeIl~i~g<)~ kind
or significance ofinvention, you may check as manY···
seGttQIl.s as maybeappr9pria.te;

[ lhFile under CPC(in which event plea.~EranswE!l
Qllestion (j).

[ 12; Choose to-behandledasEPC applicatidri,tHesame
. l:lS in the pl:lstCin which event please answer

Question 7).

[ 13..J:l<tIl.ot apply through EllIopean Patent Office(apply
directly to the patent officeof respectiyes.ilffi:;J.tories,
Instead) (iriwhichevent please answer Question 8).

[ ] 4. Premature to make a decision now.

c:14
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F···· T2. Excessiveburaenfor thl.nslation. i;With respect to
.. certain languages,ifise'x:tfl,mielydifficliltt6
complete translation withinthegiVe:hpefrodri

Thank you for your cooperation

~f )'011 havechecked A~s\Vf:)r3to 911e~tio~?,filiIlgdir~ctly

in.sign~toryc(nmtries,please describe,yourreasons
specifi.c~lly: . . .

//

[, ] 3. Others (Describe specifically):_---'----:. _

,

[ ] 1.4c()1,lrt d~cisiop.i:llvalid~tip.gapatentor a failure in
p:r.osec1,ltionofanapplicationIe.g, failure to file
translated claims after grant of a patent as :r.~ql.l;;il1ecl;)

\Vould leadto loss of the CPG pateP.t in.itE; ep.tirety.
"\-.i '.' .. " .-: .' .. '." .. " '." ' .. , --', ' " ':-i~;/; ,'" .'.'.' " . .' .... ," ,', .. '- " .,'".. '.

Answer:--------------'7=-------

Question9:l?le~!>egiveyour suggestions or proposals for improving the
GmnIllunityPateIltGonyentionaspresently reported:

Questioll; 8:

Questiofiq: iIfyouhave checked Answer 2 to Question 5, filing under
EPC, please check anyone or more reasons below
apprgp:r.iat~fg:r:iYOp.:
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For attachment to Questionnaires Page 1

PIPA,31"dCommittee·

Outline of Community PatentCOJivt'mtioil (CPC)
and

AdvahtagesahdDisadvantages

tf}'·"""'-" .
~>

1.,Outliile
"7",,,"'::"-><,';:, ',.,' ,:'" _,"',<:<J-:',:" . _.,' ".' -: i;;-',";'"
(1) The European Patent Convention (EPC) aims at unification of

')!'lXf).J.lltl'lationofapplic!,,-tions.J:3efore grant (lfthe patent, the
E;t,l:roP!'lf).nJl,atEll'lt ,Pffic:e (EPO)exallline!:l f).l'l application as a
b;t,l:l'ldleofapplicl:l;tiol'lsto re!:lpec:tivesig)'ll:l:t(lry countries, The
patent, aftergranted, serves as patent for each of designated

.... signatories, TheColIllIluility'Pate:rl.tConVentidh (C:PC), on the
other hand, serves to one unified patent throughout E.C. A CPC

·appHcation, after examined 1>yEPO,1:lecomesone patent valid
throughoutE;C.(Community Patent;CPYasifthe whole E.C.
territories were a designated signatory country.

('(2YA~~~Oa.PRiica~i~Il,desigIl!lti~g:~,cPSsi~~t~~?~ballgg'
deemed as applYIIlg for the CP. During thEl,~r~nsitperiod,
however, EPO applicants are entitled to sei~~t'either patents for
designated signatories, in the same manner a~,:J!,;gQJl'l the past, or
theCP.

.(3) TheCPCprocedlires iobe followed are mostly similar to the EPC,
one of major differences;however;beingthat applicants must file,
within three months after publication, the specifications
translated into official nine languages ofall signatories;
Failure to do sowill disqualify the applicantSfoi'tha.t CP, except
thatany applications filed with thetranslated specifications

~~~-~~'within-twocmonths-after-the-oth:erwiseedue-date-wHl~becent1:t1ed~to~~~F!""",=~

grant ofpatents, but only with respect to those countries for
which the translated specifications are filed as required.

(4)T4eaU)'ll,lal maintenancefee under the CPC costs less than the
aggregate annual maintenance fees required for all signatories
(being reportedly one-third or a quarter). Failure to pay it on a
timely basis will be subject to forfeiture ofthe patent right
involved throughout the EC territories.
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(5) Any CP infringement.suit willhehflardias to existence of alleged
infringementsanddecisionofinvalidity, at-a patent court
provided in each of the signatories. Any appeal fromitas well as
appeal from the EPO for invalidity decision wil1qeIIl:,,;detot1l,fl

CourtofAppealforCommun.i~~. ~~tents(SAS)' ... ;...;..' (.( •. .•..•..•. ..\'
'jj{;h=';:";:~~l~';:'alDisop;he~~EtXT~~Wln~A:~tIsl~~3Q~iS~t~r~giIfta£e

. free transfer of goods within E9.(.Thus,b..ec::a~se9follrfation of
the Doctri~eofExha.us~iono~~i~htsemployedi~lllan~....·
judgrrlrlltsoftheEur~peanC()~rt,apatento\Vl1erCa~IiotPf~vent
any goods brought, by him'or any person with hiscorisent, into
any EC countryin which his pateritdoesnot exist,from being
parallel-imported into any'ECcountrydn which hisipaterit exists.

In addition, it will be easier, after fheCPC(Be8dD:ie~~ttebtive,to
obtain a patent right covering all EC signatories. Thus,
according to some sources, there is a possibility of a patent owner
being held to have given consent to working ofhis patented
invention by third parties in countries in which the patent owner
does not have his patent right registered, with the result that
circulation ofthe product so made is treated in the same manner
as for the parallel import case.

(7) The CPC is expected to become effective 1 January 1993, leaving
Denmark and Ireland (out of 12 EC countries) as non-signatories.

2. Advantages and Disadvantages:

(1)Advantages:

CD The unified formality requirements permit acquisition and
maintenance ofpatents in a simplified manner.

® Agents' fee and annual maintenance fee cost less than they
would when applying for and maintaining patents in respective
countries.

® A single patent right valid throughout EC makes it
advantageous in exercise of it.
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::@ The unified patentrightwdMd eliminate differences iIlits
const:ructioniacco:rdihg to countries; leadingto unifq:rIl1 i
inte:rp:re'ta:tiop:.

(2)Di~a:d-Ja:hhl:geil: ...i.....' .. '.' ..'
CI)~~~Ja~l?r~.iIl.aPJllic~tiollforiOl".JIlai~t~naIl.ceofa,p~t~nto:r •......".
• .. i in,,~!idit)'~e~isi'e·?ff' pat~~t bythe qou:rtwill.end up with 16ss
. oftheECpl:l.'tentas·awhql~.L· .... .. .. . .

<2),Roiti~f:tl".;~~r~~iOII~fllh~:;~~essi*~.~scowpam~ ~i~hiw~en an
'appliGatiop: is.fi1~Q. inG~:rt~i;"seleGtedco).lnt:ries qfl)"lQ.· ..

c.'-,-,,-, .. -' ·.,.w,,/_•. _ , ....•....•. ';'.'''.,' , __ .. '-.'- "-"'" ..-.'-,.' -'.c· ' H".· .•...•. ' ...•...-.-'.- •.',,, .; •... s-: , ,-.':,.-..,' '",' ,.., '--_ -····F'

®Lack:of.q.ualifiedt:ranslato:rs for cedainlanguagescould make
itp:rohibitive'to complete:andifile t:ra.nslationwithin the
sp.ecifi~.4periqdpf.~iW~·,·.'
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Q. I MetalsalldMachinexy (17compa,niesans\Vered)

Q.2(Average number of filing app.l Icat ions oJ the compani..es du~ingJ991" ',~'':':, :" :,','.' ,''';'<:::':-','' .'" ' .'.' :.' ,;,.", -- ',: ",', -, .''" ',-:-- -,',.. " -, ", '

60

bE GB FR 1;1' NL BE LU ES GR PT DK IE

Q.4 Number of filing
countries of HC

Q.6 I'heireason of "under CPC·

........................
··::;;:tllimj~Yib·· ..

":!iiil!~~~;~,~,;,~~~~:mi:';'

Q.7 The reason of "not under CPC"

-----
~

Q.5 Future filing in HC
after CPC effective

.8 no need to J i l.e
in many countries
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Q.l Electrical MachineryandAppa:rattis(15companies~iJswered)

Q.'2'Average nuaberuf filing appl icat lons elf the conpanfes during 1991

GR PT DK IE

Q.3
·c-_·,.--_························_-_·_···_·_··_··--- f i I nglcoun t r

FR IT

Q.4 Number of filing
countries of EC

Future filing in EC
. a.fter CPC effective

"under CPC"

Q.8 no need to file
in 'nanvcoun t r i cs

of "not under CPC"

central
attack

0%



of "under CPC·

~:
0:

Q.6 The reason

Q. 7 The reason of "not under CPC"
/ .

- -: -..--- .";' .'; .-.

,----. under CPC·
0%

prematuer
to make. a
decision
now

/(
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Q.5 Future f i I ing in EC
after CPC effective

Q.4 Number of filing
countries of EC

50 I---------=----~~- I

Q. I Chemical (conpanles fi Hngjn small number of countries
other than Pharmaceutical) (13 companies answered)

Q.2 Average number offilingapplicat;ionso.f the. companie~duringH91.



reason·of

li'£@ : unde r EPC
D : other than underEPC

Q. The· reason of."'under CPC'

~7'The

will be
.. increased

0%

/Jc
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l do not apply
through EPO

0%

CiD EG B F R I TN L BE· L U E S G R P TD K IE

Q.5 Future filing in EC
after CPC effective

Q.4 Number of filing
countries of EC

Q.l Chemical (companies HI ingin large number' of countries
. other than Pharnaceutica.l). (12 companies answered)

Q.2 'Avera:ge' number of fi ling appllcatlens of the' conpanieaduring 1991
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.Af")••I••IIII.ll.lll·
.texcess 1ve""",,,

.b·~·r'~iii~I~r~·
fa:iis!ations

The.reason of "not under CPC"

others

Q.6 The reason Of "under CPC"

nsu
I,::::::::;;;:::

Q."5:. Futuref il Ing in BC
after CPC effect i ve/'

,,,~;, ....••......

~~cT~~~nap~d'~un erif1BPC'
now kth 'iif" "J1k'"M" 0i%,~,ameif1as

mfh !!''''''''''"wJJ ast
'=\W"CW',~ ~

L do no t app Iy
through BPa

0%

'IDE GB1 J)FR IT,jND BE LU ES'.. GR PTiDK IE

Q.4 Number of filing
countries of BC

Q.2 'A'veragenumber'ofddHllg app.licat.ionsof Jhej companies durj.ngd991

Q. 1 .... Pharnaceutfcal.: (9, .compani es. answered ).,

.v v
'"~"



~ : under BPCi .i'
0: other thanunderBPC

Q.. 6 .The reason of "under CPe"

---~~

\

Q.3 Average number of
-------------.----------,----f iIing-count r ies-of-BC----.--.--..

: 3 ..1
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Q.8 no need to fi le in
many countries

5 Future filing in BC
after CPC effect

DE GB FR IT NL BELU ES GR PT DK IE

Q.4 Number of fi ling
countries of BC

100 ,--------------------------:--'---,

Q.2 Average number offi ling applications of .the coapanlesdur ing 1991

Q.I Companies filing in small numbev(i;g4)of countries (43 companies)



The reason of;"no! under CPC·

~ : under EPCo :other than under EPC

Q. 3 Average number of
filing-countries of EC
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Q.6 The reason of "under CPe"
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Q.5 Future filing in Ee .. __. / _ __
after CPC effective ./' •• __ r. •

:::~;::;Iii".r: -... ,\).\

n?w'_A~
~Y,D.g~.r~~g

Ath£j§,g~,,~,g,§
heMpas t

W41."~.Ldo not apply
through EPa

0%

40 I I

Q.4 NumbeFof filing
~opntries of EC

~~;~III!II-mHi'
I:;:::::::::::::::::::::::::::.

::::~~JJii'i!,f;,i~

-.1

Q.2 Average number of filing applications of the companies during 1991

Q.I Companies filing in large number (~5) of countries (23 companies)



Future f i ling
in BC after CPC
effective (Q.5)
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7'"":'.9

Relation betweenQ.:r~~d 0.5

prematuer to make
a decision now

full text into 3 or 4 languages onlY

e,::':':" ',: ,'--

·'abandoning the Community Patent right in some signatories

~ CAC examination in the first instance

~. continuation of the Article 81 of CPC (cel ection EPe or CPC) after
thefranslt.ional period

clames or abstruct only to every official language

• extensible submitting period of trans lat lons of fu.lLt ext

·t.rans}ations of. full text by official organizations such as BPa

Average numbero(ti lingcountr ies (Q.3)

·incease.in the number of epc signatories
(for example; Sweden, Austria, Switzerland etc, )

0"---,--------'"="'----"""""'''-----'''''''''''''----'''''"''''''"----

Q.9

(0

5

10

15

20

~. 25

NumberoL
answeres

80
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Results of survey by US GROUP

c-
,)-

Fr~1f,th,e l"e,s~ons~~y .6,}0:tl:wanies()r.~lectl"ical]v.lac~i:tl:ery&,
AWatatus, ·8.hd6:Compani~~6t'9~e1fical,~esu~~afiz1dt~e;rg~¥lts{;\
using the same statistical treatfuerit as we applied toJapanesegr6tip::

The results were shown in Page 3 to 5 respectively.

Electrical Machinery & Apparatus

This group has large number ofapplications. However, they file in
relatively small number ofcountries, 3.7 in average. The said filing
countries are concentrated into top 3, i, e, Germany, UK, and France.
This result has the same tendency as Japanese counterpart,

Tofal

Electrica:t Ma.chinety & .{\pparattls
6heIllical ; ,', , .. ,

,., -, .,. " , .. .- "'.' ~ -.'

Others

Chemical

This group has relatively large number offiling countries, 7.1 in
average. In addition to top 3, they file in Italy, Netherlands,
Belgium, and Spain with many applications.
This result shows similar tendency with Japanese companies in the
same business, but more filing countries.

In compliance with our request, Mr. Megley ki~dly .s~Jtttl1,eS;:l;~dL,:r; ;.
questionnaire to member companlesofUd gI:Q~P to obt8.i~·th~i~.a~swe:t:,
The said answer was transferred to -tis. ".; . . ,,;,; ,

It;i,~y()lX~s{fl~sH():tl:.se frqnr ~9S():rnp;:l;ni~s.

Afterweperforrhedtnestlrvey in J apanaskin:gfiling,poHcy1dfthe
c~m:pany:t(r,EG ~jygnat6ries'wesentEnglisl1,trahslationdf the:{,
questionnaire with summary report to Mr/Megley;Chairfiia:fi "ofIT'hird
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Others

We wou.ld llotrather refer to statistical analysisforthe companies
other than the.abovertwo groups because 3 is too slIlall nl.l.mper;Qnly
answer to Q2isshovvn iriPage 5;

Regardless of business line, we summarize relationbet~e~riQ3an.dQ5.
is illustra.tedinpa.ge 5too;

Prop()~~lsa;e summariz~ClinPage 6..

We can observe that using rate of EPCroute is quite high, hignerthan:
Japanese group. Though we~J{pected£.ertaip. relatiqRbetyv:.efiln number
of filing countries and preference ofCPCIEPC, but actually "c~oosing
('1"pl"m;n f':p''''P.'' +1.a'" p.~...eeted and there is ... n relati n .....'l·+h· ...u·.:~bn.. n~VA. V Ai:.? '!'...;,!,,!!,...;,!, U.!...!. .!...!. ..,~¥ ...."'. L!. ~;... -.!.' ..!..!.V.!...,.!. ,-,_u.!..!. \''!!'_u.!... L!. -m Co£. v.!.

filing countries.
After all, it seems to us that us group takes more cautious.llttitude to
take CPC route.

J ap~Hl~!le~.qu~8.ppreciateJJS ·gro~p'SCOol}~ratiop.llp.d·llPproval.tqh.~ye
thesmYey r~s'llltattachip.gin our rfilport.· .
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c.r Electrical Machinery and Apparatus (6 compani'esanswered) ( U, SO) G'R'O UP)

Q.2 Average number of filing a]JpIicationsofthe conpaniesdur ing 1991

IT

IInrl"r' EPeC;

Et

GR PT'OK IE

Q.4 Number of filing
countries of EC

J • :.- •• ~

P::1::::::::::"·,

!lrmt~·~.f') •• "L
i1:::-:'" n.

others

The reason of "not under CPC"

Q. 6 .The reason

-..".
,~

i~!!

'E;;:.-;';::':;'

Q.'5
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.cy. S. GROYPJ

Q.6 "Tlle rmonoJ':under CPC"

(uncertainty as
to infringement
matters)

DE GR" FR ur, NL BK L U" ES GR PT, DK. IE. \ ,,",

Q.

Q.4 Number of filing
countries of EC

Q.2 Average, number of. fi.Illlg app.l Icat.Ions, ,pI the coapanles dUF,il\g 199J

Q;): Chemical; (6 coapanlcsanswered)
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y
Future filing
in Ee after epe
effective (Q.5)

10-12

2-1
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(U. S. GROUP)

~: under EPe
i cO:. ip!heriJhan.,under ,.EPe

7 -9

Relation between Q.3 and Q.5

prematuer to make
a decision now

Average number of filing countries (Q.3)

5-63-4

1--- -.--.-- - ---- --.---- -- fi 1ing-c0unt r ies-0 f··Ee·1
::'.·.-4· .•·.6

1-2

under epe

3

'r5'E

2

4

300 I " _:.f .\'; 'I

5

o I t

~. 1 Others (3 companies answered)

Number of
answeres

~. <T':"'"",," ,_, " , ,:-',;:::,,:::"'';;''::',c'··
'(:r2"A~erage 'number of filing applications of the companies du;ing1991
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(2)Prosecutions and others

• enable the EPC option to continue indefinitely without any
"deemed application for CPC"

[U.8.GROQP]

»s
Attachement III Page 6

• fewer'translatlons - perhaps only English, French and Germany
shoP.lll berequir/ild

• translation other than English, French and Germany is
discretionary e.g. as a prerequisite only ~9rfiling a.Il
infringement suit and claiming dam,ages

• more time for translations
',,<: '<.;' .: '''',: ;/>,,",i, ,.,',':.:;-

• ~ailure to pr9Yi4eappropri~~et~flIlsi~tto*~-fi~hip th~'time
fn1m/il shop.lq only result ina delay in thepublil~atiQ~;6fthe
granted patent

Q.9 Proposals

{l)Translations
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During the .Last; coup~e0f.yearfl, th~W'()rld situati0l'l has
la:tgely'charrged; e.g. the" unification of East'and West
Germaniesc, , and .thedissol '1.tiOIl<oftheUSSB.;The Lndus t r'LaI
propE;lrty systeInis m;;tkin( . "-tanti/'il changes accordil'lgly-. •

This report is' int'fQrin:gyouup~to-date·in.' respect
of the recentsituatiov' 'vstems in the former USSRand
Ep.stern ", European cOl/Qn the latest . information
available ..
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I. Introduction

October 3, 1990 on"whicih'·the'. 21st meeting was held in

Niigata, Japan, was the memorable day on which the East and West

Germanies were unified.·' Since 'then, waves o:E" liberalizatiorvhave

brought about such changes in the world as were not even

predicted then; dissolution of the USSR followed by corresponding

waves of Yugoslavia and possiblybf Czechoslovakia. These

changes in the world situation dire'ctly' 'affect the industrial

property systems of respective countries.

At the Niigata meeting, Mr. A. J. Spiegel addressed,:the

members on movements of the industrial property in Eastern

Europe;

This ·report descrilJes rsubsequerrt deve'lopment about the

patent systems-;in tJle:-fbrme:r< 'USSR:a.rtd: Eastern'~ur()pe baaedron as

much latest information as possible.

II. OUtline of Patent Systems of Respective Countries

ThiS report covers thepaterit (and utilitymodel) systems in

the former USSR,' Bulgariil', iHungary,Yl1goslavia, Rumania,

Czechoslovakia, Poland and unified Germany.

We have tried to obtain information on any specific:topic

always from two or more different sources to assure accuracy. We

mU(:l}; advise you, however, .th~t;;/b~ga.ci~~'Of st.il1fiuid pOlitical
_. ': .. -..,,' ,'.. .','" .. ,,_ .' .."_, ;',.. ,' ,c " _,_, '__ ' "_,, ,', ,', "".''' __ ..,:. _. .', " :'.;:' .. ',.> : .-:, ,,::,- ,', :_ " .. ,_...' <.. -', <. >',,' '.'. ~

situatioIl ?f. thE! fOrme.rUSSR'1i~~'Eastern ~~ro~ea~ co~ntries/ we

J:1ay@nqta),w,,\¥iOpeE!!J.succeSiOf.ul '. inpOt;"\i.rli~g suf f iQi.el1t;,,\IlIountel:
Iriformatic:iri) Also, we are riot fl1lTyconfidentof.accuracyaS to

some of 'the informatIon. We have ~hoWnl11ains6urg~s tl).e
... , iriformatibri .iii . the' last page.

1. Patent Systems in Former USSR countries

In this section, we will deal with the patent systems in the

former USSR countries which include Russia, and the three Baltic

countries of Estonia, Latvia and Lithuania, together with trend

of the patent system in CIS.
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Iri' the ·····for!rier t1SSR.{therevised Patent Law" was'adopted"6h
May i3T)! '1991, . e£fect'fve July 1, 199 As' the, 'USSR was
aisorgahIZ'edj'GOSPATENT'Tfbriiler'S6viet't1riioI'lPet£ent'o£l:ii:::e)'was
Closed' ci'nd Hkenoire:i:' by'ROSPATENT (Repub:lici6fRussi'a Patent
Office) 6.5''0:1: 'Feorua:tY3fl992. Thus; the'fb'riiier s&VietlJl'li'ob.
l?atent"baW a~" re-(tfsecf Ihasbeehiniide'appl±c:iabie£6pa'ten.t.

RoSl?1\.TE:~'I' on 6rafter .J!'e:6ruari'3,'19 92'.
It has been confirmed 'th.aEJ:i.f.lib'se ,.,' p.fte'nd alldpatent

applications that were valid in the former USSR will continue to
be valid in the Republic of Russia. 'as "they'wei'el±t'has""als'b
beeN "'receIltly't:onfi±fued'that they' 'are' "iTb.J!ldi'ri 'the Rephblic of
Uk:fafna'1:J,s"~eH: -". Itl1asIl6t'beEiin: successful1y'totifi:bhe'd' as .... yet
as 'to'wlfetheithey are fa:'fifdi'n 'btheir' cIsPrepubl'Ic"coul'ltHes .

'I'h09 fOfuer SoViet uIlibnLifw as revHedho 'l6itgerhas'/the
certificatedf'lrivento'f'and;t.he'rati6riaJ!izati61'l/propos~:rsysteln

ari.d;iristead,:l:I'1troduced' the product plitent, 'pub'licaHbn and
'oppoSItionLsystems j -: ext.endLnq" thep'atent" duiatlonper:l..6d to;:20

yelid -. from the ilippB.cdti6:ii'aate;" ,with ;, the overa.ll 'systemini3.dE:l
very close to those of adva:n'ced<::ountr:l..es. In RussIa, further
patent a.menamEintwbrk i'sgoi:ri'g; on." The amendmerrt; bill
repoi'tE!dlypas'sedthe' Stip:refue Cou'hcil a.s·ofJtine'la,199'2'lm.dls
axpect::ec:f to' become ;';ffectiveshortly . We" are ye'tto i:eceivE! the
fulltex'l:. Of,the'amenaed Patent' taw, wllich' H; saiCitdcbntainno
signi'Eic.3'ntthanges'E:i:bm the ctirr;';ntlaw{ howe'lfElr.

1\. SUbjeCt aiining ataunHd:i:-ncpatent of CIS was discussed in
Minsk and'agraeful'mtwasreached' forestablishlnentandoperat.i.on
of an orgetnizat.'ion which grants asIl'lgle and unH6:tm patent
under the princ:fple of equitableIl.essamong tl'ie"respec'tive
rElpllbiIc: coutJ.t:ties. This provis16ria.l M.i.IlskagteefuElnt hasnbt
be'en. ra.ti'Eieid yet; :rtis;';x:pe'cted, parflybeC:auseo:fpemc1.i.ri.g
political issues among CIS republiccollnt:ties, thati·twilftakE!
some . more time befdre "ie takes thE! final shape. We are
anxiouslyWa.i t:.1n'g for the MfnS'k: agreement'· to"go ihto'effect' a't:.an
earliest possible opportunitY-because , reportedly, it inCludes a
prO'lTision thatpcfteri.t::'sifnd patent" appliCett:ions tirtder the fo:tmer
SOvfetUnibn shollld'bevalidirt t:.h;'; cJ:S signat:.6:!:ies;

with respect' t6thethrEleBaitic cdhhhie~, reportedly, art
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2.. .l?atent Syst~ ina\llqaria

Bul.CJariii.lld9pte(j.tp.epateIlt la"\'i in1968,efflilcti'll'eJanull:t"y

1969 . l\f; t~e E:1l~ternEHope,ancountries p.llve recen~l.Y move,don~o

the free .econ9¥1Y, B1,Qgllria has de'll'elopE;ld and now has. pendi.ng.wi~h

.theirnati.onal assembly an amended patent bill, which is

advanced

propoe;lild

Principal

agreement in

the pipeline

incorporates

9f. inventor to patents.

!:>ilateral g()vernmental

1991 forprotectioIl of

The amended law bill

convert their certificates

U. S. and B:ulgaria have.a

effect e;ince Novembe~ 23,

product from the U. S.

independent patellt office has been open in ea.ch of Lat'll'ia and

r,ithuania,with a draft patient; law being .under examination.

Establil;;hment of all Lndependerrt v.pat.errt.,'. office in/E:~tollia is

under.waYiindexpected to be complete(j in the n~llr future. In

Latvia and Lithuania, tlatEmts pr~vi()uslY:r::egi~tere4ifl. the

f9Dl1er Soviet .Unionarere-regi~trable;,.uponapplication, with

the deadline for the re-registration set for. pecemb~r 31, 19.92

and April 30, 1993 r~spectively.

~hebill adllPts itself to pateflt. laws of

;c9untries,.or European. countries, and further to. the

WIEO . Harmonization Treaty. now under discussion.

features Of the bill are as.follows:

First, i.t introduces the product Plltent,tl\ll:>l.iclltion ..,and

examination e;ysteIlls. With respect to the examinati()fl,the Pllt~n.t

9ffice will .examine ll11applications, not. adopt.Lnq th~ system of

~he:r::equestfor examinatione;ye;tem in uae, .The patent office

will have the .board ofappeal in i.t, all01"'iIlga furt.her appeeL

to .the Sofia City Court. Advantageous eff.lilct of .the method

patent extends to direct products derived • thereunder. For

construction of the e;cope of the patent right, equitablenee;e;

.will be taken. into consLdexat.Lon . It will be noteworthy that

the bill specifiee; .the. e;o-called" 3 Partite Tee;t" (Same .'1IlY,

e;aJlIe function, e;ame ree;ult) ee;tablie;hed in the U.S. precedeIlts

.ae; an example of the equitableness.

When the law is revie;ed as pzopcsed., the certificate of

inventor will be aboLi.shed , Invent,ore;will have t.he right to
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we can ascertain, there is no affirmative

to possibility of prot~ctton9tthepipE!lineinformation as

product.

3. Paten1;< Sys:tE!JII ill Hungary

H'llngarYPtlt illoeffect. thepatentlaw.in 1969alld reyise9-~t

in July 1983, bringing it closer to Western European C()'llI1:tr~E!s,'c~

provisions in this regard, entitling,rE!spE!ctiye.c9ul11;riE!stp its

benefits.

wi1;hWlPO, . GATT, etc. Acc9rding,to somesollrces, thE!p;-ogllct

paten1;<iSystE!D1:wouldbeadoptE!d t>ythe end of .. 199·7·.

ThE!C'llHE!ntpa:tE!I1;t:lawdo~IS" not~9op1;,tl:J.e: p:r9~IlC1; ,p~t~nt

sys1;E!D1' but ~y .iss,uE!pa:t.en:t.9n new",nimalpreec::is and , iplal1,:t.
V"arie:t.i,~s,~nB. th~ir.breedingmetl:J.0ds. In addft.Lon , it has,the

Ptlt>Ecat,i9n. o~Applica.;t:,iol1 ,~11~ .relI':les:t. f orE!Xami,nCi1;i,pn siYiSteDiIS in
use.. There are;tw() E!xamination systems. One is a deferred

examination, sys1;eDi.and the. other is.. a complej:;e examinatiol1
system. In the ,c::ieferJ;ed E!xaminattons.ystem, the, examination Ls

........ i,:.:,",.- : ',' .,:, .'., _ .',' __.' :'- ;".:'.'" .':: " : .' .':. ",)

conducted first with respect to, among other things, the

~ormality and. the unity pf Lnvent.Lon and subsequently, upon
.'.' '., . .' .'. , .... -.': .' .. .' - ,.'.' ,',.'.' _.' , "', '-,'. .' ..

:rr~qu~st,9:f;theappJical1;t:, •t.onovel,ty"and non-obvj.cusneas, In the

complete "exCiminati,pl1,.llys1;em, theexaDiinati9n,is aU1;pma:tically

conductednwith,respect to ,all requirements abpve..MoS1;pf the
" '-, .'. .... ':',,:._,' :':".', ","',: "'- . .',' '.... : .:' ,-, ,'.' -,,' : .. , : ,.' """ : ,.' .' ",.

applications, including those, on chemicals andpharmacejlttcals,

are, prosecuted on the latter,basis .
.' .... -' .' "', .... , .' " .' ,c"" .' ,-, .. .'

There is a possibility for a third party to lodge 50-called
:.' " " ,.'

"Obsery,ati9ns" Conc:erni,ngthePCit~n:tal:lility9,talai,?;-open patent

application. The opposition,. system i,s, no, longer, in ,ef,fect.

The patent: duration is 20, ye",rs. from the date9f

application"exc:ept for.the plant patent on grape and.t:rr~e15' the

duration of which is 18 years from. the date .Qfgr~ntthereofand

other plants on,a.15yeaJ;basis.

Reportedly, the utility model has been in effect from

January 1, 1992.

As far as
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4; Patent System in Yugoslavia
The situation in Yugoslavia is fluid and unclear with

respect to not a few aspects. Based on recent information avail
able, including the data distributeicfatthe Tokyo. meeting of
A:I:PPIhe.ld ±WApI:i! 1.992, the present s.i.tu.atiori maybe summa.r.Laed
asfoHows:

......... ~ _:_ ~"'.' ,~ (.-.-;, -",' -', ,c_ ·';-c:.: ,'.. , ,',.. " ,', .. : .. ' __, _.,' _. ,_;. _:_0 .. ,', '_.': " .. ,_ " __, ,',_': ;,:. ,," ..', A'

The'Republic of' Slovenia put~neffect its own patent and
trademark'iawbnApri12, 199 2)w.i.t11 the pafehtoff.i.ceP·b~Eknecl;

The Republic cif''C'roati'a:"iscl1SO arrangfngifO:t'estabHslUnefitJ of

.i.is'oWnpa'tent la~ and 'patent of:f fbe. Bosrifa"anclMiicedbhija both
6£' 'whi8li i

• arEldesirous"bf becomin{Iifid'epehdent···.bf the Federal
R~i)Ubi.i.c····of .. yugos1.av'ia, reportedly;>' 'W.i.llaval1:themselvei:; of the

yugdslavi.anpat.eritlaw pendihgestablishIrierit'oftheirowripaterlt
'li'iwsand pl:ttElntbffices;····Tlle Republicsbf seirt)Nlcm(Fl~blri.t'enegr6

-a-re'·-;-~~p€:cted :t.-o':'\~8rtf:lnue dsin<l' :::th'e' Fe"deraif'-Repttbf.f'b ;of 'Yl.lgO'sl:av'::ta
astheiroWncol1i1.trY'ncfrnEls, ta'ki.'rtc]'ov'e:tihe Yiigd~lav'i.anpatEiiht

law.
Acc:ordingto in:E6rmat.i.6noh hand, 'slOv'&nilfand croatia

regard th6Seappl.i.c:.:t't:io'nsprevib\ISiyfiled.1:ind(;irthEl Yllgoslavian
adnti'ni~tfcitlon asl::>eingvalid .:in th(;iIr'ie'spe'ct.'.i..v'e'cbllntrieki'

The' f611ow.i.ngwill'r(;latEltotheyllgoslav.i.impat.e'ni law: .
TheYligOslaviatipatent.J.aw'waspliblilihed .i.nJune 1989 an.d;

after amended on January 17 and.Aprili1, 1990, put.i.ri e'ffElCt on
July 27; 199'0.

prinCipal i t.ems of the aIllendmentsincludEl the' introducti.on

of prodti.<:t pate'nt. (coverii1.g pharmaceuticals as patentaBIEl
~ubjectj, expansion of e'ffect of the proces~ patElntright, and
~hortehi.ngOf the'cfeques't: pEl'riocf··forcompletEl ···examihat.l.bn. 'As

t.ran~iti.6hal measures ,patents ob't.aLned priof to December 31,
1992, on pharmaceuticals may notexciiid.e commexcLaL use by

animals will be unpatentable until December 31,1992.

5. Pate'ntSystem in RuIrian.i.a
In Rumania, the revised patent law was enforced asfroIll

January 21, 1992.



prlriclpa."l"feature'Sof'the amehdnient InclUae'adoptlori'of ithe

prbductpatent arid 'introduct£on of theptiblicatib~ of

applications. A request for examination must be filed within 30

monthsifroni"'ithe'publIcation" of" the applicationjiiiwhich event

the applicant isobligatedit:b submi.'t' prior arts; OpposTtio!ls may

be filed" within' 6 morrtfis:' from' the' ptIbHtation 6£ the

ire(jlstrat.idri , arid any appeal with .:respecttoe'~a,Illi!n:at.iori()I:.lillY

ireqtiestifbrireexanithati6rt 'may 'b'efIledwfth' the' bbard of 'appeaJi.

Claim for invalidation' ofpaterit is J filed·wiithithe·riucharest

District Court.

As the result of this revision, thEl·icert:tiifica't:;'a:JbfHIriverit6r

arid J£he rah6iliHizatiori'proposMisystemwereJ abbl'i"shed< The

'duratibh' bfpaterit was "ex'tendedr from' '15 years '( fi;t'Oni)'applica'tioiil)

'to;'H 2iO yearswi:ththe' "irevl}sioil made'appT.£dabl'e "tOii il a'll

applications pending on or filed on or after·aanuary<2"];!j '!1992 '."
:'lihe'rev.Ls'edi,l'awdoes Ilotcontclinclny' 'prOvisiqn' with respect

to "pro1;ection 'i,' 6£' the pipeline 'product.

7

6. Patent System in Czechoslovakia>'

In,Czechoslovakiatthe,J revi:sed.patentlawwa.s iniclpeerfective

on January 1, 1991.

Principal items of the revision include abolition of the

cert:id5icate' ofi:n;ventor',and prot.eet.ron. lof ",iinventions sol'e1y

under the patent, adoption of the produGt!'pcltenti and

Lnt.roductrtonrof the examination principle/and! pUblication "of

patent applications. Request,<fori'·examinati.oif must .be filed

within 36< months from ,the 'application. The.iduraition of'fpateri;t

was extended from: 15 years to 20 years. There'~re provisions on

the observation system but none on opposition <f.i.ilingi.

Transitional measures include the following:

(1) Prosecution of' 'patent applications pending on Deceniber 31,

1990 will be 'subject to.,the i revised l'clw

(2 )'Duration bfpatent.appl'ications'pendingon< DeceInber 31,

1990 will be subject to the former law.

(3) Patents registered prior to DeceInber 31, 1990 will be

subject to the former law with respect to its validity.
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ofdiv.isionofmov.ementthewithc:onnectionIn

.,. i.I>a.tleIJ,t .SYf;t~i:nI>()land.

Thepa.tent. la.wpf.l'oland wasalll.endled.onApril 26, 19.84an,d

put;.. Ln lef~le.ctpn, Julyl,1984. It prov.idles.fpr t.he p:ub,;I.icati()n,

Of·.pat.ent.il-PPli:cationsi·il-nd t.ha: .:r:.equest forexil-minil-ti:on, but, none

, ,

Hl Dura.tion<of protection of .. the c!'lrtificate ofin,yen1;or will

. be:t5Y!'la:t"s ,but not, to expirep:r:j,or t.o Jan,uaryl, 1992 ..

According. to -Lnfiozmat.Lon .on . hand , arev.isedlaw.·was drafted

up and submitted as bill tOjitsnational.ass.emblyin Feb:r:uil-ry,

1992 after approv.al of the gov.ernment. Based on the bill, the

product patent will be Lnt.roduced-by..1993 •.•

.,P:r:inc:i:pil-l features of. the proposed .law.include the

following:

gov.e.:r:nm.entil-l agr.e.ement which prot.ect.e <.th.e pipeline product from

USA. At the time. of this writing., .i.tisunknown. whether the

proposedn.ew lil-w contil-ins prov.i:sions for the pipeline product.

Czechoslov.a.kia in1;oCzecho and S.lov.akiil-.for independ.ence,..:it is

un,known howth.eabov.epaten,tlawwillbeadIninil;tered.

USA and,Czechoslov.akia hav.e '. a . bilateral gov.ernmenta.;I.

agI:"element in.effec1; sin,c.eApril12, .19Q 0, withthe protection, ()f
the ·in,d.:ustrialproplertY includled in it .

.prFOods,pharmaceuticals and chemical· substances will be

pat.entable.

(2) Duration: period ofjthe patent ..will be extended from '15

years to 20·years.fromapplication.

;«(3.)' Th.le. request period for examination will be changed i'. from

'''within 6 .mont.hs f nomrt.he publication'" to "withinc3years

fromthe~licatio:n."
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8. Patent System in Germany

Although Germany is not grouped into the Eastern Europe,

,this report refers to this subjec:t, since, provisions for

transitional; measures 'after unification, .have been submitted.

East and West Germanies were unified on October 3, 1990. As

a'result, 'industrial property matters ,were integrated into, those

of Western Germany bYl1\akingIlatentsandl1tility models applied

for on or after that date subject to the patent law, utility

model law of the latter, Patent Cooperation Treaty, and European

Patent Convention.

To Coyer/transitional steps"thenExten<ied<Law,~'"was made

effective on May 1, 199t providing for conflict of interests

tindi:r patents' and patent applications previouslyapplii:d,for on

or before 'october' '2 , ;"1990'.

'Print:ipal'featuresof the Law int:ludethefollowing:'

(1) Patents of ',thee'fClrmer East Germany ,and' those of the fbrlner

West Germ~ny wEt:h the'aPPliCa'tJion dated on or before

October 2, 1990 will extend to all areas of Germany as

unified. If an infringement case is instituted under a

former East Germany patent, the defendantrtiay'follow

procedure for filing of opposition within 3 months after the

institution,

(2) In 'the case of mere confllctof patents; as extended,

between different owners thereof , mutual :t:ights must be

respected'as a'rule.

(3) 'Notwithstanding extensiont6theotherter:t:itoryofpatEmts

of the foriner East Germany or thdseof the fdriner,west

"Germany, any per-son who has reducEi<i an'inventlon>irito

practice or made arrangements therefor since before the

priority date of the patent involved will be"entitlEid to a

ncensebased on the prior use within theen£ire territOrY

of Gerinany.

'('4) Ariythird party who has la....fully commenced use' of an

invention of either the forinerEast'Gerinanyor the former

West Germany not later than July Ii' 1990 in either

territory' will be entitled tocoIlt.inuous use thereofwithin
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the entire territory of Germany.'

of

of

reference,'ie; a ccmpar-Lson, chiil;rt of ,piiltept, )'iilWS

on a bill ox p.ropoaed , "bae;is,jof . Yiilrious

patentability ;requirements, publication

§!xgllli,ngtionqn .peqgesst",oPPossAtion, <;iupgtion

an<;i,transsiti,onal,(p;roykssions, ...

.:uEnclJ:>seA', fo;r

(including those

p;rotection,

gPP:J,,ipiilti,pna;,;

pgt§!nt rig!lt,

It would be no exagge;ration to say that t!l§!,aIll!,.m<;i§!<;i patent

sysstellls. oLthe forme;r qSSR and the Eiie;ternEupqpeangolln,tri,es"

LncLudLnq :t;l1.os;e ppoposedtp be amended, a:z;eglmost cOIllPp,riible to

those of advanced count;ries. In othe;r wo;r,ds, the ;pgt!"'!ltsystems

of these ,cmInt:ries,a;re socamendedtas .to be int\Inewith the laws

Law., II,'·

'l'hepatent office has a conciliation committeeorglmized 'in

it to'deaLwith disputes arising .. from.operation'of, theu\'Extended

of ,;:i!:ur9PegP cmmt;ri,esas,wel:J,asthe.European P.atentConvention,

l?gtentc:oope:z;ation TpeCl;ty,andp;ropos,ed, WHO Harmonization

~peatY,

It, will be worthwhile to. note.that.,effective;Jllnel,.,1'992.,

.submi.seLon .of German translation .of. European Patents has become

pbli.gatory',

:II'I" Comparison of,Patent ,System ", of Respective Countries '

fp.lly;real,ize,:theywould not1:)eabl,e to: Sllgce,sS;fully.move onto

the f;ree economy market without such appropriate protection under

the indp.strial,prpperty. rights ass wig bevcompaz'abLe t.o those

aYiilil.-able,in,gdyap.Se<;i; cpp.ntri.es ..

Each of the revisedlawshas,abolishec:i thecertific.ate of

ip.yentor and, therat.j,pna:J,iziition: .propossal,sysstem" ,apdinstead,



11

has adopted in the examination system and the publication of

application system.

'AlSo, 'H"prdtectg"inventibri) of' che'mica.F'[;UDstaltces and

phlirniifceuti'calsandextends'the "protecti'briperiod'uhder the

patent to 20 years from application.

Thus, these countries now have patent systems as such

'cbmpa.rabletoth6se)ofadva.ncedcOuntt.i!es "Blit'itremaihs to be
~aa~ ',' h6&!;;ih&~~~y§taIri~t-liiii;t,j 'iIripi~;;;~~ta&)ih;th~future in

respect of subs't.ant.Lve examination and enforcement of patent

owner's' "righ1:.safter 'thepa.teItFis 'ieglsterecF:

At any rate, the po'te'ritia.'rs:Ltuation'of'CI'Si' Yugoslavia and

Czechoslovakia, is quite unclear. Unless and until the political

s:ltuatiOtf is'stat,lliZed ; it' 'would'''be 'practida1lly' hardGf6t'themtb

give through consideration to the issue of industrial property.

The patent systems of the former USSR and Eastern Europe

c6irn't:ties"" 'be:Lng 'brought, '" close't6 r. those' ,Of)advanced'courltries'.

This move will be further promoted by the early'signing'of the

WIPO Harmonization Treaty.

V. Conclusion

Political situation of the former USSR and Eastern European

countries still remains unclear and needs to be kept watched.

Nevertheless, we hope this report will be of any assistance

to you as data from which you could find basic movement of the

situation in those countries.
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PATENTSYSTEMS IN THE FORMER USSR AND EASTERN EURDPE AND AMENDMENTS THERETO
~

Countries Coverage of protection Patentability Publication of Request' for Observation; Effects of patent right Duration of Compulsory Others Transitional
requirements application Examination Opposition patent right license system provisions

Russia '"Subject of protection '"Absolute '" laid-Open, '" Formality '" Request system '" Exclusive right to "use" '" 20 years from '" Non-working '"Secret patent. '" Unknown
(As under the current law novelty 18 months examination: for prior arts. of invention. the date of the for S years '"l!tilitymodel
proposed will continue at least to '" Non- after the after Zmonths '" Invalidation "The exclusive right application. from the date system.
for be protected. obviousness application. since the system for extends to manufacture, ", , ofthe patent
amend- [Apparat~es.methods, '" Industrial '" Information application is patent. use, import, offer for sale, reqistratlon.
ment) substances, micro- usefullness to be laid- filed. sale, other form of '" Dependent

organisms, cultivated '" 6 months open will be '"Substantive introduction into inventions.
cells of animals and grace period designated by examination: business and storage. '"Secret ''!
plants, and novel using '" Prior Patent Office. the request for '" Process patent extends patent
thereof) applications by '" Rightto examination to products directly

others will be provisional system; within 3 obtained therefrom.
'"treated as protection. years from the '" Prior user's right.

prior arts for application. '" limit of patent right: ,
novelty. Scientific studies

· , Experimentations ..,
.' Dispensing, etc. • .r .,I

Bulgaria '"Product patent 1!" Absolute '" Laid-Open '" None '" Unidentifiable '" Process patent extends '" 20 years from ,"':'Non~ "'. Secret patent. '" Inventor's certificate
(As system. novelty. 18 months (all being subject to products directly the.dateofthe working. " tlcenses cf right. convertible to patent
proposed '"Unpatentable events: '" Non- after the to examination) obtained therefrom. application. '" Dependent '"Applicationin (within,6 months of
for '"Violation of public obviousness application. '"Pr.ioruser's right. , invention. .fo~eign language effective date of
amend- policy. ."'Industrial "'Rightto '" limitof patent right: "'.Secret permissible, Patent Law);
ment) '"Substance obtained usefulness. provisional · -"'Uncommerdalworkig patent. provided completed '"The pipeline product

. 'frdrn nucleai- reactions '" 12 months protection. '" Experimental use. '" Others translation is filed provisions are
.forrnilitary use. grace period. '" Dispensing of within 3 months. contained.
'"Breeds of animals and pharmaceuticals. * Certificate of <.
pj~nt;:varie~ies, and I···· Inventer no longer
biological methods for in use.

'.

pr~.uCtiC)nth,ereof. 1< '" Utility model .

, ... sys:tem.

Hungary -No product patent • Absolute • Laid-Open • Delayed '"Observation • Patent issues upon • 20 years from • Ncn-wcrkinq , • secret patent .
(Current system. novelty 18 months examination: on system. publication of application the date of the' • Dependent • APplication 'in
law, 1983) • Unpatentable events: ·,Non~ after the request of "', Opposition therefor, effective application. invention. fo~eign languages ....

.;Violation,of public obviousness application. applicant. upto sys~ern retroactively from the • 18 years from 't.Secret acceptable provided
"policy, ;'" Technicality ~ years from the discontinued. date of application. the date of the: p~tent. translation is filed ..'

'"P;harmaceuticals, • Usefulness publication. '",Proce,ssp:a~en~ extends grant therefor on,request of Patent

Ichemical substance. .~ 6 months (s~bj~ctto. to products directly fer plant ,Offit;e..
·Thesamesubject grace period complete obtained therefrom. patentson • R~jections by
matter of patent in (exhibitions) examination . "'. Prior 'user's right. "", grape o~trees, Pa,ent Office, if
which a priorityhas I from the and' 15 years dissatisfied with, I
preyk)tJslybeen " beginning with · for other iri~\y be appealed to
asserted. respectto most

..
j:Il<~'rit5~

. ..
tfu!"S'udapest City -

app!i~Citipn~:for c
•••••• "i. "'T" ~ I'···"i

, IT,i cccrt, and to the
pharmaceuticals) Supreme Court.

• U~i1ity model
sys,tem.

1

i:i;
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Transitional
provisions

" Patent term:
:Applications
pending.as,of Jen.
21;1992 are .
subjeettothene.....

'law. '

* Patent granted on
pharmaceutical
substances on or
before Dec. 31, 1992
does not exclude
commercial use by
others.
* No patent shall be
granted on use of
pharmaceutical
substances for
treatment of human
body or animals until
Dec. 31,1992.

Others

* Secret patent
*"Application in
foreign languages
'permissible;
'provided completed

.,translation should
be filed within 2
months.
»Deposit of
unavailable
substances:
Before application.
*·Certificate of
inventor and
'rationalization
proposal have been
discontinued.
,* Utility models

~ Non-working
(itis unclear
whether.or not
"Jmpcrt'l talls
iJ,n~er,the
,"worldhg;")
'!'Public
interests

Compulsory'
license system

* Non-working
,* Dependent
invention
*. Public
interests

Duraticnof
pat~nt'rjght·,'

:*20 years from
the date of the
epplicatlon
(attention
drawn to
transltlcnel
measures
provided).

,*20ye.~~ from
the date of
the'
appHcaj!on.

Effects of patent right

*Uinitof patent right:
1tPrioruser's right
* Experimental use
"Parallel import

* Process :p~t~nt extends
tO,its di;'ed:'p~o.du~
*Prjor user's righ~

Observation;
Opposition

* Opposition:
withinG
months from
the
enncuncernen
tof the
registration.

11 Claim for
invalidation:

to be filed
with the
Bucharest
District Court.

'"Observation
system not in
effect.
'" .Oppcsltlcn
permissible
within'3 months
fromthe
decision of-grant
pf the patent

Request for
Examination

* Within 30
months after the
publication

* Withih 6
months 'after the
'publicati,on of
the application

eLeld-open
tamcnths
after-the
application

Publication of
application

* laid-Open
18 months
after the
application

*.Novelty
* Non-'
obviousness
.. Industrial
usefulness

PATENT SYSTEMS'n',JtHEI'ORMER USSR ANDEASTERN EUROPE ANDAMENDMENTS THERETO

Patentability
requir~men~

* Absolute
novelty.
*'Non-'j
obviou,sness
* tndustrlal
usefulness.
tGrac~ period
: *3 months
:'forpublic

exhibitions.
*6 months
agairistown
intention.

* Product patent system
(chemical .substantes,
pharmaceuticals and use
thereof).
«New plentvarletles ,
new species of animals
* Unpatentable events:

* Computer
programs
* Cooking menus

Ccvereqeof protection

" Product patent system.
with transitional,
'provisionsapplicable to
'pharmaceuticals
.*Unpatentable events;

* Violation ofpublic
policy
*. Diagnostic and
treetmerit methods oil
~lJrTI~n,~Cldyal"ld
a'nimals'; "
* New tlreeds of
aiiimals'arid'plant
varieti'es '''' '" ,

*,Discb~~rie~~' "
mathen:'atkal ~l'it:!ori~s

Rumania
(Current
law, 1992)

Countries

Yugoslavia
(Current
law, 1990)
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Transitional
provisions

• The proposed
amendment provides
for discontinuance of
the provisional patent,
etc. ',' ..

• Certificate of
Inventor, may be
convertedtc a patent
if requirements are
met.::Q,
" Patentppplications
pending,'a:sof Dec. 31,
1990wilt;be
prosecuted subject to
the newlaw.
• patentiapplications
pending::~:sof Dec. 31,
1990 will be subjectto
the old law with
respect to-patent
duratlorrtbereof.
• Validit)l,~f patents
registere:~prior to
Dec. 31,J990will be
subject to the old law.
"The pip:~iineproduct
previsions' are
contained,

,',"'.

Others

·1ppli<::ations)n
fo~eignlangJ~ges
acceptable Pf:<>yided
translation should
be'filed.
• tfcenses of f!ght

" S,e<:r~t patent.
• p'ro~t~ional patent
" Ad~itional patent
• CertiTicate of·
in~et1tpr L::
• Util.itr model

cs

Compulsory
license system

• Ncn
wcrkinq.
• Public
interests

"J~Ol)".wo/,king
(4ye~tsfr:om
the ap.'Pli.~ation

o(~ y~r;Jrom

tl~I~: ;::,'~ ~~:':':
registration)

". Dependent
invention
·,'Public

Duration of
patent right

• zn.yeers from
the date of the
application.

" Process pate-fit extends
to products~irectly
obtained the.r.~from.
• Prior user's-rlqht.
• Umit of platit right:

Dispensir;ig of
pharmaceiitlcels.

• ProcesS:pat~n.t extends
to products directly
cbtelned.therefrom.
• Prior u5~r'sfight.

Effects of petent rightDbservation;
Oppositi~n:~-'

• Observation
~yst~m a'lail~ble.
·.Op,position,"
system f!.qt in'
:eff~q.--'

Request for
Exal11inati/?n

Publicatfdn of
application

• Laid-Open:
18 months
after the"
appliceticn
" Right to'
provislorral
protection

• laict·Open
18 m'onths
after.the":
appncati~n
• Rig,t)tto
proVisional
prot~ctio_n

Patentability
requirements

• Absolute
novelty
• Non- .
obviousness
• Industrial
usefulness
·12 months
grace period

• Absolute
novelty
• Non
obviousness
• Usefulness

Coverage of protection

• Product patent not in
use.
• Unpatentable events:

• Scientific rules,
discoveries.
• New plant varieties,
breeds of animals.
• Methods of
treatment of human
body and animals.
• Computer programs
• Foods,
pharmaceuticals,
chemical substances
and substances
obtainable through
nuclear transforination
• Violation of public
policy.

{According to the
proposed amendment,
foods, pharmaceuticals.
chemical substances are
petentablel.

• Product patent system
• Unpatentable events:

• Violation of public
policy
• Method of
prevention, treatment
or diagnosing diseases
• Breeds of animals and
plant varieties; and
biological methods of
production thereof
(exclusive of micro
organic methods and
products obtainable
therefrom)

Poland
(Current
law, 1984)

Countries

Czecho
slovakia
(Current
law, 1991)
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II. CHANGE!3INTHE.N'(JMBE:ROF(~EGISTE~EDPATENTS

AND IN THE ANNUAL FEES FOR MAINTAINING
THE PATENTS IN JAPAN AND THE U.S.

2

(1) Comparison of the number of reqistered.·Patentsin Japan
and U.s. (See Fig. 1):

In Japan, the total number .of applicati0Iis for Patent ahd
Utility Model still remains at a high level though it
decreases last year •. However, . the total number of . registered
Patents and.tegistered Utility Models is below Olle fifths of
the total number of the applications, and substantially equal
to the number of Patents allowed in the U.s.

In Fig. 1, there are illustrated in different years: a
closeout cumulative value of annual fees for maintaining a

I,. PREFACEu<

IIi Japan, a'~~ro~imateI§''500,000 pieces of Pateht
applications and Utility Model applications arefiied;~iththe

Patent Office every year. Of these applications,
~ppi()iffu~£eiy'"10O/oo(),·,jap~l icat~ohs are i tegist,eted~~;J?~ teltt ~
and Utility Models everyyear.~Aisointheu;S;ifuOi~than

Clre. allowed. ,tobepatellts ever-r .. year •...

.. iri the pastt~() yeats, aIiii1.li!l fee~felr

~~int:a:i~ihgt!h'epateIlts, in' U.s; h~ve;~eendra~tic~llY;~Uj:~P.
A~ described above, iri aconditioii in which the humber of the

~pplications~aVin~be~Ilcill()~e~to,bepa:terits:e~Cliriiat"a
high level every year and the .anIlual fees for maintaining the
patents' hClve:b~en;dra.§tica.lly~tit1.lp,Fiti§ted6griiz'~at:hCltif;

becomes more importaritfc)r theC:6fu~ahiesho~ tel evaI1.lati!S'd6h
P~terits 'aIldihowto maihtaiIl ahd'Iil<lIlcige the ~ame.

,cel?~e~iji!ritl:-r,. in each, ,Of ~he J~pan~seand,the t1.~.
companies, 'differences in evaluation and management between

'JClpa:ii<lrid the u.,s •• ar€blarifi.~dbY ()bta~:Il~nginf6rma.t~()H,a.~
to the realities' of evaluation in maintenance of rights and
the reaIit~;' 6fIllaiiageIlleIlto£ the rights fliP61.lgh a

'CI1.lE!Sn~IlIlai're. ,BaSE!dOIl .the a~6vE!l11felrIllcitfcm,;~apciit <lIld .:. the

u.S., have,a",~ebate on a.desi:able ~~~te~ottheevaluationand
the managemehtto clarify such desirable system.
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(~J Com):!aris,on of annual fees for, maintaining the Patents in
Japan and the U. S. ~ See Figs. 2t~ 4):" V'L'"

Fig", 2 shp~schallgesof ~~e cllmulC\tivel values annual,

,feE!Sf6I ~aM.~'j~~i~g t~e l'at:,;nts~n ,bo~h Japana~~'.~h~'U,~.
undeJ;"thecurr,ent ,syst:ems.of charqes , Theannllal fee .of the

J~~an~~ep~t:~~t:'. is'i~~~~~' ~f oneclaim.Thean~llal,fee o~ the
~. S. ~C!t~~t:'iS c:alclll~ted at C!ll~~challger~geof-].3()¥1$.
In this cpmparison o~, the culllulative valUE!soft~E! all~ual fe~s
for n;~intaillill~ thep~kent!l,theq.S. Patent i~.hlghe~ in\:h,e
c:~m)ll~\i~~:,,~l~~thiint:hE!'.Jap~~ese·'l'ate~t:. ' "
", :,-,).1::" -b'".,- i',-""" -," ..--- .. '., ",,' ,', -', ,',,', i "",' :" .. -:'., ... :" - .. " :"i,

Japanese Patent for fifteen years; and a c.Loaeouaj.cumuLatLve

vaLue of annuaL fees "for "ma~nt:aining t:I),e u.s. Patent for
.. ;' ~:,. : -:C.' ~_,

seventeen, years.
~_, i':~, '''(.1 ',' : ., ;-'" :".:::< :::

.(l.) Outline of the Investigation:

In an inyest:~gation made in Japan, we issued ,a
.qlle~tipnnaire to all 8§ companies (aSOf.;Tllly ,:1992) of the

.;T?lPa.nE!se member-s of PIPA, and received, >54· answers in' the
fp1lowingcjiffer.ent field~.int:otal:

Figs. 3 and ,_ 4 SP.9w_.q~~_~,9~__~_ Ln __ J:uplu,+at,iye yal:u~,s,o~, _tJ:i.e
c,. " :.,' -.' ",:' "', I ',,::.,.;v:. ,", ',_'. :" ,', ': ',., .. ,'.'_ .. ',"'... h'·""', " ..... ' ,

annuaL, i;ee!;l ,.f:ormli~nt:aining the ·Pat:,ents ,.which "feE!~ "haYe been

Pllt:llP' cjll;"~llg J;h.e p~st 10 years inb.pth .:J"apC\n and U.,13,o'

~it:t9~g!ltl1e"~n~~lil "fee' i;pr ,,'lIIli~lltliinill~thepa~~l1tJI1'~?l~~n
.Wli~" J;ey~sed,in sY!;lt.e!ll PIl.:J"all~~rYl;19~~,a ~urre~t; an~~ai'l~~
f~r "IIIlii.ntainillg< a "p~te,nt 'wL~h 0ll~ CJ,ailllis' tpe sliIII~ in ,amou,n~
.'I.s< th~~ i;9J;IIIai~taill~llg', a,pa~en< wi.th91l~)llvE!nti?!lpa1cuJ,~~ecj
under thechlirge, sY!;IteIII revised on .:J"une 1, 1987 As is, cLear
from Fig.4~ the annual. i;eefprIllaintaining the Pa~E!ntill the
U.S. has been put up by an am~u~t of at least 80 %during the

last two years.
ConsequentlYiit iSJ;edClgnize4ifhat i t' bec:6m~s more

important in the U.S. t han-. in.;Tapan hoW to /':evaluate the
maintenance of rights and how to manage the same.

'III. INVESTIGATION> THROUGH A QUESTIONNAIRE



Inciderit~W.:J<¥yas ,;~F\J;he Ew,g\cqmpav!~§.,,;:~,I12luded in the
above other fields, only one of them answered a numerical part

of the questIcnnat.re.s.... Cons.equently,.in view oftl;1e nature of

the presenh investigatid~;,,~~!~negl~6t~d th~s~twb;':companies in
the following tabulation 'of' '~Ztatistics.

4

are

the

and

13

average number of

of the Regist,t"ations ,
of the company

The Nurnbj!rofA\"s,\y,ersField

Ch~micals

M"chinery,',ilii~tals
";.',',"':'

EI~ctric Appliance'
, '\:\·.i

As fbr each compani~ the
.' ••.. , ..•.".; .. 'c."'"

Registrations, the minimum number

the maximum numq~r of the. Regi
shown in the fOllb~ing draWings:

\',:',,'" ';'.
',,"

~2

(2) ResultS of the Investigation:
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o

1300

AVERAGE ..Of A;lL:;IELDS
(52 COMPANIES)

AVERAGE Of ALLfIELDS
(52 COMPANIES)

600

o50 19

CHEMICALS
(26 COMPANIES)

CHEMICALS
(26 COMPANIES)

I MAXIMUM
AVERAGE
·MINIMUM

I "MAX.'MUM
AVERAGE
MINIMUM

ELECTRONICS
(13COMPANIES)

ELECTRONICS
(13 COMPANIES)

JAPANESE UTILITY MODE~S

MACHINERY
(13 COMPANIES)

MACHINERY
(13 COMPANIES)

o

600

500

500 1-------

500

1,500
case

1,(100 1-------

1,0001--------------------------1

0
MACHINERY ELECTRONICS CHEMICALS AVERAGE OfALlflELDS

(13 COMPANIES) (13 COMPANIES) (26 COMPANIES) (52 COMPANIES)

1,500
U.S. PATENTS

COse i MAXIMUM
AVERAGE
MINIMUM

960 960
1,000

o

·1,500

case



6

0:68

AverageChemicals"

LoLl'''' numbers of Japanese Patents

0:60

ElectronicsMachinery

: <::'::" ..._.'::':.;,,_ __.._,._, _,:"".:,:._:'_ .":::'::'-:';".:'::, .. , '_.'_', .-,::>:,' m _,', .. m;;:;:,:,':

The ratios of the number of the U.S. Patent Registrations
to the number of the Japanese Patent Registrations a"re within
a range of from 0.60 to 0.89, and particularly high in the
field of the chemical in which the number of the Japanese

Patent Registrations is low.

Q4

CD Ratios of the number of the U.S. Patent Registrations to
the number of the Japanese Patent Registrations in

'm,', '··'m···'··_···.

different fields during t;hej.asfyear arevcompared as

follOWS:

I As " for" each company, the average number, the minimum

number, "~nd the maximum number of the Patents maintained by

the company are as follows:
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I .'

AVERAGEOFALL FIELDS 
(lAST YEAR: 49 COMPANIES)

(5 YEARSAGO: 47 COMPANIES)

'A~ERAGE'OFALL F1ELDi' '2'; '.' r'

(LASTYEAR,:~9 COfVI~ANIES)
(5:YEARSAGp:'4iJ CQM'PANiES) ',:.

9900

-- CHEMICALS -
(LASTYEAR: 26 COMPANIES)

(5 YEARSAGO: 26 COMPANIES)

'~': CHE'M'iCALS'- :o.L..2:.L
(LASTY.E~R:26,C()MPA:NIES),

(5 YEARS:AGO;' 26 COMPANIES)-

MAXIMUM "l
AVERAGE ..J 5yearsago
MINIMUM

MAXIMUM -,
AVERAGE ..J lastyear
MINIM M

MAXIMUM l
AVERAGE • lastyear
MINIMUM ......

MAXIMUM:'71 . .".:' ,::"
AVERAGE' -.J 5yearsago -,

,.MJNIMUM '," -- ,

ELECTRONICS-
(LAST YEAR: 11 COMPANIES)

(5 YEARSAGO: 10 COMPANIES)

9900

-- '·~lEdRONics-';--'"
(LAST YEAR: 11 COMPANIES)

(5 YEARSAGO: 11COMPANIES)

-- MACHINERY -
(LASTyEAR: 12 COMPANIES)

(5 YEARSAGO: 11 COMPANIES)

o

5.000 1------::::::----

7

";~H:MAC,HINERY~~, ~,.'C'1EMICAlS--.-.-

(lAST YEAR: 12 COMPANIES) (LAST YEAR: 11 COMPANIES) (LASTYEAR: 26 COMPANIES) (LASTYEAR: 49 COMPANIES)

:'(5 Y~A.~~ 4~O: 1l~OfilP.A~I~S) ; ~> (5 ·tEA,R~ ~.Go: 1;t;~Q~PANIES»' ,,'(5 VgARS AGO::26 C~N!PA~IES) ;~,'J5 YEARS A<;.o::48 CCJfJlN~,~'~S):

25,000 .-------'--------,.,..
case

20.000 I----~-----

15.000 1- - -

-- 'MACHINERY '-'-
(lAST YEAR: 12 COMPANIES)

(5 YEARSAGO; 11 COMPANIES)

25,000

case U.S.PATENT

10.000 I-=~-":'====="'"

20,000

25.000

case JAPANESE UTILITYMODEL

10,000



AverageCtiel1li~Clls'Ele~roniC$'.

.
0.96

1.26U.S. PateRt '

8

CD Ratios of the numbers of both the Japanese Patents in
1991 and the U.S. Patents maintained to the numbers of
i:he:,same in 1987 , il'i"'ciliferel'itEeicisclfe ici6mpclred as

.';':111£1-1 'i'espect};'q"-EhEiratiosqf the •... IlUmb~:r's';gf ·.i:heCp,atents
maintained in 1991 to the numbers of the same in 1987, there

i S.f;llbf;ta!ltial.l.Y.J1odiifer.e1'\ce in .eacnoetnedifferJ:!nt.fie1ds
in: caseof.JapanesePatents. In. contrast; irl~nyC~f<the

: ::"\;;,,'>:,',I.~ :i,;?,:S '
di:fferent fields, such ratios';~E~ncrease in case of the, U.S.
Patents; .. •. ;.i;.

':6'

The average number, the minimum number, and the maximum
number of abandoned cases in each company are shown in the
following' drawIngs:
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AVERAGE OFALL FIELDS 
(LAST_Y~R,: 47.COMflANIES)

(SYEARfAGO: 46COMPANIES)

--- CHEMICALS -
(LAST YEAR; 2~ COMP~NI,ES)

-(5YEARS AGO:25 COMPANIES)

MAXIMUM]
AVERAGE' 5years ago
MINIMUM

ELECTRONICS
(LAST YEAR,: 11 COMPANIES)
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JAPANESE PATENT
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(sYEARS AGO: 10COMPANiES) ,

o
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3.Q001-----------,=,...---
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o
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7.

o

700

, AVERAGE Of ALL FIELDS 
(lAST YEAR: '46COMPANIES)
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AVERAGE OFALL FIELDS 
(LAST YEAR:47 COMPANIES)

(5 YEARS AGO:43 COMPANIES)

o4o 2028 8

CHEMICALS -
(LAST YEAR:23 COMPANIES)

(5 YEARS AGO: 22 COMPANIES)

227

-,"--',_-,-, , ,CHEMI,CALS. -.'-,-•• 
(LAST YEAR:24 COMPANIES) ..

(5 YEARS AGO: 23 COMPANIES)

15040 6 '0

I
MAXIMUM ]
AVERAGE· last year
MINIMUM
MAXIMUM
AVERAGE ] 5yearsago

.... MINIMUM

20 0
70

34 0

700

870

-- ELECTRONICS
(LAST YEAR: 11 COMPANIES)

(5 YEARS AGO: 11 COMPANIES)

-- ELECTRONICS-
(LAST YEAR:12COMPANIES)

(5 YEARS AGO: 11COMPANIES)

o210o

180

-- MACHINERY-
(LAST YEAR: 11 COMPANIES)

(5 YEARS AGO:' 1 COMPANIES)

-- MACHINERY-
(LASTYEAR: 12COMPANIES)
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o

5001---------

1000 1000

"0001-:::::--_...,. ,..----.==-========--==-==-C- ~---1

1.000,...-----------------=----------....,.--....,.--....,.-,..-,
Case U.S. PATENT
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V,S. patent

JapanesePatent.

ABANDON
MENT
RATIO

In case of JapanesePat:eIlts,j:hE!re.i!'ladE!crea!'le or no
difference in the number of the abandoned Patents during the

last fiYE! years. In contrast, in case of the U.S. Patents~

the.reis an -increase of the ... number. of . the abandoned The ... U. S.

Patents in each of the different fields.

® Aba.ndonment: ratios(%): (number o£ ab a n don e d

.rights)!(number of all rights of th~.Japanese Pa.tenj:s and

the U.S. Patents) in differ.ent fields in.1987 and in 1991
',::, -,'C", '.: ,"C' _,'::: ::_C":>·'" .:'-,', ';""':""::"':, _,:.,_"":";,,,, .. " -'--"'.,,',

ar.ecp~pared a.s shown in the . following .drawJrg:

CHANGES IN RATIO(%)OFABANDONEDJAPANESE PATENTS AND ABANDONEDU.S. PATENTS IN DIFFERENT Fd,LDS

® Ratios of the .numbersvof 'both> the abandoned. Japanese
Patents>and the.abandonedU. S.:patents c, in 1991 .co the

numbers. of the same in: 1987<indifferentfieldsJ are

compared as follows:

10

An abandonment ratio of the Japanese Patents in 1991 is

approximately 10%. In contrast, in the U.S. Patents, the
ratio is 5% in Machinery, and 1% in each of Electronics and

Chemicals, which shows that: in any of the different fields,
such ratio is lower in the U.S. Patents than in Japanese
Patents.
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Cpmparing,the abandonment,>ratios,in1991xwiththat Ln.
1987 :xas 'for the abandoned Japanese Patents , 'each of; Machine
and, Electric shows'adecr,ease'thereof;,ln c6nttast,"as 'for the
abandoned U. S. Patents, Machine shows,,,a'n) increase"thereof,
whereas each of Electric and Chemical shows substantially no
d,ifferen,c:e thereQf.,

®.R~t'ios of th~numbei-ofthe Patents abandQned"'iri' ,1991 to

,~ile ,PatElnt13>r~gi13tl'!rE!gin the! ' saIil~year' i!lgIfferent
fields as to both the Japanese Patents and the U.S.

'Patents are coinpated'as f61l6ws:

0.90"

0.150.10

Chemicals

0.95

0.09

Electronics

1.06

0.40

Machiner'Y '

IJapanese Patents I

ratios in different maintained years
are shown in the following drawings:

AS 'fo'i- the Japanese Patents, the number 'of the abandoned
Patents iSsul:;'~'tantial.lythe5ameasthatbfthe Patel1tsibeing

registered. ':Ib." contrast, as for the U;S. patents, the
abandonment ratio is 40% in Machinery, and about 10% in each
of EIElctronic:s and Chemicals, .any Qf which, i,s .Lover in,,!._ .,. . co " , ' " '. .,' •

c:oIl)part13on, with"th,e abandoned Japanese, Pat,ents,.,

'As for the Ja,panese Patents, the. Japanese
Utility Models, and th.e U. S. paterits (any of
which are abandoned during the l~st year),
abandonment', ratios in different maintained years
for the rights were investigated.

Q1O:08
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[JAPANESE PATENTI

MAINTAINED YEARS D 1-3 rn 4-5 ~ 6-7 • 8-9 ClJ 10-11 11I12-13 III 14-15

100%9080706050

,
40

[JAPANESE UTILITYMODELl

30

4-:6 ISS! 7-8

MACHINERY
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! ! ! !

10 20 30 40 50 60 70 80 90 100%
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[US. PATENTI
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(9 C~MPANIES) -- 35

ELECTR:ONICS I 40
(8 COMPANIES)

CHEMICALS
(12 COMPANIESL I 39

AVERAGE OF ALL FIELDS I 38(29COMPANIES)

! J

0 10 20 30 40 50 60 70 80 90 100%
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The· number of companies answered with "an increase," "no
diffeJ;ence," and "a de(:rease"is as follows:

MAINTAINEDYEARS

0,-3
~ 1-'
~ 1-'
• '-11m1-15

AVERAGE-OFALL FIELDSCHEMICALSELECTRONICS

[JAPANESE PATENTS]

The average numbers .. of the. maintained years
~fboth the Japanese Patents and the Japanese
utility Models were investigated in tendency.

MACHINERY

012:

ABANDON·
MENT
RATIOS

Ai;>i;>roximately 50% of the >abandoned Japanese Patents are
abandoned in an early period of nine years after their Kokoku
pUbli~~¥fc>riSl' after which period the annual fee for
maintaining the Patent drastically increases. This phenomenon
is clear>particularly in both Machine and Electric.

CD Abandonment ratios(%) of the Japanese Patents after
different maintained years during the last year are
accumulated as shown in the following drawing:

011

GD As for the U.S. Patents, since there are three possible
times in payment of the Patent fee for each Patent, the
Patent is checked each time. there issucb payment. As a
re$ult,aPI?I."0ximately90 % of the abandoned u.s. Patents
are abandoned within eight years after their
regi$~rations.
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The number of the companies knswered with ,ian irlgrease,"

"no differen'ce','L'and "a decrease" is as follows:

CD The average number of the maintained years of both the

Japanese Patents and the Japanese Utility Models show no
," .;'-.'-, .", -', " '. ',_." - ".... .. " '''''~''i·,.<·' '"<i'.,

difference or atelldency to dec r eaae,

Abandonment ratios of the Japanese Patents,

t.he Japanese Utility Models, and the U.S.

Patents were investigated in tendency.

2 14:

<'. Machinery ..•.. •'.'Elllctronics ". Chemicals Total. .... ' . .. . . . .. .

Japanese Patents
.... Increase. 0

.
0 . 3

" . .. 3

... Nodifference ......... 7 .... .... 4 ...... .. . .. 13
....'

24 H ••••. .

Detrease' • 5
.

•
' . ...... '.. "'ii'", 8 .. 9. . ..,... ' .......

Total ;,'TT ........... ,.•..........., ""'(12) j'H (')' . "","'Y'7 (m (49)''''''''
., ,. ...... 12 , ..,. '.

, ': ,
Machinery Electronics ,Chemicals. Total

,,',' "

Japanese Patents & "". ',' ','

Utili:tyM~?els ", 5
. "

9 , 11 .. 25Increase

No difference 5
.

0 11 26

Decrease 2 3 4 9

Total (12) (12) -c (26) (50)

"

',' ..',,;I', ,,< ',,'...
'.. r.

Machinery • Electronics ."'. I. Che'11i~?ls To:t,,1
I ., , .'.,.' '. '..... ... '.'.

Japanese ..,...• ,j' , ....., .r.

Utility Models
Increase 0 0 1 1

No difference
... 7

4 16 27 I'
,

Decrease 5 8 8 21

Iotal, -.' .:
"

,,',', (12) '.. ', ..• <1.2) , "". ,
(25)

• •
.<,., (49)

.

213
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compani.es are compared in different
the annual fees, as follows:

maintaining the rights, thepateI1t
about 3/4 ther.eof; and thec,perative

about 1/4 thereof;

annual fees for
department
departments occupy

.

... •• ..... ..... ........ '. th~rnic~ls ··········fbtalMachinery Electronics
i.····· ". ••••• . ., .. '., . .....; ", ..-

All fees upon Patent 10 9 20 39
department

· ". ". ". . .
Allfeesupon

.. ....... ..

Operative 3 3
.

5 11
departments . . . ' ....... ' ........ .. .' •••• •

All fees shared among
Patept & Opera~iye 0 0 ........., "

1
departments .

..

.

••
Others

.' .
0 0

..
1 1

..

· .. .

·
l\II,!chin~ry "

EI.eetronics Chem.icals Total
•

U.S. Patents
. . . · . · . ' ...

'. Increase 7 . 6 11 .;.?4 ..•
'..

·
.

· No difference ...... ... '

5 .
'.' '. . .... I 13 .. /24·· · 6 •

: Decrease
'. ' .. ()

. ()
• 2 .....2.· • •

... Total ....
.. ' . '. .••...... (12) (12) ;o, (26) (50) .';c ... ;'" . ·

. .. ..... ... . ... . .... .'

Q15: Departments in '. charge of the annual fees for ma~ntainirtg

the rights in the companies were investigated.

CD The abandonment ratio of the Japanese Patents shows no
difference or a tendency to increase.

® The abandoIlIUeI11: ratib of the U.S. Patents shows no
difference or a tendency to increase.

The number of the
departments in charge of



2

5

1

45

11

19

43

Total

ql:lec:]{~I}g the
apancjOnments

substantial

l1J~kiI}9 t~7
'~'-"~'"

--

9

20

perform or , d.o· not
, ,' .. ","-," .. , .. ,,'<" ,

Chemicals:

-

I
--

16

per Lo dLc ..,cheqking of

~ights\were investigated.!

Electronics

companies, which

as 'follows r

6

12 12 21

2 1

1

,1

Machinery

I

I

I I 12

4

0

We investigated:depa~tIllents for
"0_,,>'_... '0', "'_ .. " .. '-."-J '._'.' ,,' '.,-,

, r.ights as to" maint!,!n.anqeand.
thereof; departments for showing

evaluat.tQIlSl; andd7];lar;tIll7nt.s for
fi\nal decisions.

Co nd.i,ti on.s, of

!!)maintenance;\of thb

217:

Such periodic cheqking of maintenance of the rights is
.. '.- '.,':'-"",-'-' ".'-.,- ..'.,', ,'" •......•.. :". "':',.'-",'" )," ',.,.,', ....

performed by all . .the c0il!panies except one.

- Q20:

Research departments

Research departments I

Operative I
departments . .

Others

CHECKING
Patent department

Others -:-T
SUBSTANTIAL '
EVALUATIONS
Plltentdepllctmtent ,

Machinery Electronics ChertMillV"

Performed 1'3 ' 13 25

Not performed 0 0 1 1

o'perative
IdepartrTlents

The number of the companies ins;llcl:lqifferent departments

is as follows:

216
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218



17

14YEAR13

Total

1.L _12

the maintenance of
is shown in the

Chemicals

8. 9

6hjbki~g dates for the
the rights as to both the
and the u.s. Patents were

7

Electronics

•5

I···· -
9 18 ... 35

.. .. :< ... • . .. , .. .. '

4 6 15
.... ' .....• . ..

.........•. ,.< .' 2 •• 0 3 •

.. 0 1 1 .....
,

DATE FOR CHECKING

5

8

1

o

43

conditions of
maintenance of'

Jap~ne:s~..' Patents
.' invElstigated.

2

. •.
•

'. . ... .
.... , I

TOTALcoJ.NIESl
.,. I ..JAPANESE PATENT ••••, ': '... , '.'

·
... .'. / ~, , ~,~ ...;;;. ..'

.~.. l__ . , ,
~--~.',- .

•••, .,;:; ,
..... /. -- /., .. , , .:

.. . . ,'. . .. ,, J-,. l/: . ..... . ., .. ........

•
....• ,' ..::;' ., .' '.' ...... '/ '\.

....., "-
·

CHEMICAL(26 COMPANIES)

'" "-:/ ;",
v~ /. ..

,, ..... .... "

....,
i

+--- »< ...,c... ......
." ....,......;.: ......., , ".

I·· .... .........
t~~;CHIN~· ~~~ ~~~~~~I~~; ..'p--.: ......

. ELEaRIC (13 COMPANIES):;' ",
..... ..'

. .o
1

10

3D

40

The. number of. the companies . checking
the rights at theche6king dates
following drawing:

, -" .-

- Q22:

50
COMPANIES

Machinery

FINALDECISION
Patentdepartmtent .' .

Operative
departments· .

THE NUMBER OF
'COMPANIES

20

· Rese~rchdepartmel'lts <
.I----...,...-...;;..;:."-+...;;..;:.---+-----'--t--...,...-~_+_---___l

· Others. • ..'--_'-"-_-'-__.i- ....... .i- ......._-'--'-=...;..l

Q21

CD It is said that in general organizations for managing the
rights in maintenance and abandonment:
the Patent departInEmt prop()~l:!sthEl checking;
the operative and the research departments show the
'~ubstarttial l:!valtiations; artd
th~·~atentdepartmentInakeS the final decisions.



As for the. 'crdter ionof.c:judgment for

determining on maintenance of, the rights, the

best five of the important elements of

judgment were investigated in different

maintained years.

224 :

:1

DATEFOR CHECKING

8

.................. / ........
ELECTRIC (11COMPANIES)

30 I I I

40.1 , ,._ ,.t.- I

50
COMPANIES

18

The elements of judgment are the following (a) - (p):

(a) A possibility that the companies carry out the inventions

of their own rights: (b) A possibility that other companies

carry out the inventions of the rights belonging to the

subject company: (c) A scale upon which the companies carry

out the inventions of the rights: (d) Diversionary tactics

against the other companies: (e) The stabilities of the

rights: (f) A possibility of licensing the other companies
to carry out the inventions of the rights which belong to the

subject company not carrying out the inventions of the rights:

(g) Ease in finding infringement: (h) The lives of the

CD As for the checking dates, in the Japanese Patents,

frequency ..of such checking incr.easesfrom ,fourth year in

both. Machinery "and Electronics and: fr01l\ nintl:t year in

Chemicals.. On-the other hand, ;in ,the.U.s,,-patents,. there

issubs tantially,nodif fer ence.r-Ln frequency of checking

in 'any"of the different.fields.

22 3
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CD '",As fbr ,'the ','results "of', the ptabulatibn in:theTablesl and

2" points f.ron'li H,to 5area'r.ra'riged'inorderof: importance

in different ranks of the elements, of/judgment. Arid the

!'productsof.:the numbers,',ofthe 'companies' (in ,different

ranks) and the above-merrtd'onedvpofncs are summed 'up and
re-tabulated as follows: One in parentheses is the order

ofbheL,elements of . judgment.'

rights; (i) Ease in industrializing the rights; (j)

Advancement in the art (not old-fashioned art); (k) No

alternative art; Jm)l!:;'~l!c:~Jnthea:rt, (cost reduction);
(n) Adjustment of the bal.ance in relaUorlto the increase of

the annual fee; (Ol!;jla,i,rll:g'th~ rights with the other

companies; and (P!{]nc~~di~~o'n.~1);lClyment:1
Items such as:, (/)The,"comp~nies currently carrying out

the inventions of',their:own,1rights;'and (/) The other

companies currentlycarryingotit~h.~i~V'entionsof the rights
belonging to the shbject comp~l1y(under lI'censes or in case of
infringement), arethe.,iznp(;it.'ant elementk of judgment, and,

therefore they ar'e removed fr0I:n tabulation items.
The number of the companies in different ranks is shown

in Tables 1 and 2:

19
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,

"'CnemkalsJapanese Patents •• lVIachinery'" .• Electronics' .," ·Total'" •
·

a) ·
I'

'.

(1) 48 (1) 37
,

(1) 90 (1).} 75, >up to 5years ,

6 - 10years (1) 59 I, (1) 47 (1) 1,07 (1)213 ,.:,

11 - 14years • .... (1) 47 '. (1) 44 •• (1) !)3 '0)154
'..

b) • ,
,

(2) 56 ','"(2) 31 r (2)~5 .(~) .12?up to!iyears
• ... ".,."" ..... ,.. ,.................. . ........ ..,. ........

6 - 10'years • ,. (2) 34 (' i (2) 42
,

,. (2)~1 (2)137 :'·
11-14years '., 'J' (2) 33 .', (2)40 ......• (2) 52 '(2)12'5 " .

c) ".. • '; 0' (5)9 , .:
(6) 18 "up to 5'years

"
,

...(~)2.J.J' ....,.

6 - 10years
,

5' .' (4H7 '. (6) 19 "(6)41.;·
11 - 14years . , 5:

", (4) 20 (7) 24 "'(6) 49 ; .

d) '." I· .., • • f ••,

up to'S years
(3) 18 (3) 2 .... (5) 29 ' ,<4>59,;,

" ·
6 - 10years I (3) ?1 ,k'. (5) 12

, , (4) 44 "(4)77' .••.
r.,

11 -14years •
.

(3) 20
, ',,' (5) )0 ... (3) 37 +(3)~7 .' •.. ",

e) I, 0 2. 2 4
.'<

upto 5 years ' : ..
•

.
6-10years

:
I' 0 1 8 '9'" ...... CO

"

11-14years • •••
, . 0 .: '.,' 1 .' ...... 10 :'11' " :

f) :
I (4) 11 , (3) 12 (3) 39

i,

upto 5 years
:

. (31!)2, •••

6-10years " . (4) 15 .. '. (3) 22 (3) 47 '•. (3) 84 •

11 - 14years . I (4) 12 .. (3) 20 (5)32 (4) 64 ':

g)
I (6)7 '.' I (7) 11 20 "upto 5 years ,

" . : .

6-10years ',' 2; " 2 I" (7) 10 ". 14" '.'.
.. '.. ,.

11 - 14years , 2 '. 1 I 13 ,c, 16
,

h)
0 0 0 0upto 5years

6-10years 1 0 4 5

11 -14years 3 0 8 11
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JapanesePatents t\ilachinery........ Electronics ...•. Chemicals Total

i)
0 0 5 5upto 5 years · ..

6-10years 0 '. 0 . 5 5

11 -14 years .. ' .. ' 0 0 ,
'. 5 5

j)
, · .

upto 5 years 1 (7) 4 (4)29 (5) 34

6 - 10years . (5) 12 .. (7)6 . (5) 29 (5) 47

11 -.14years .. (7)8 .. ". 4 ','. (6) 26 (7) 38

k) (7) 4 '. ... 1 8 13
up tos years I

"

6 - 1oyears ..,.. ..... (7)7 '. 4 I 5 16

11 -14years · . 3 .,
••

(7)6 11 20
I

m) (Sj 10 (ojS •• 8 I ..." ........

upto 5 years \IJ"".
'.

.' .

6 - 10 years
'.

(6) 11
'.' .'. (6)7 5 (7) 23

11 -14years .'. 9 r, . (6) 7 • ••
"

11 27

n)
': 1 .•.. 1 0 2

upto 5 years . I -. .'·

6 ... 10 years 5 2 3 10

11 -14years (4) 12 (7) 6 (4) 33 (5) 51

0)
0 . 0

•
1 1upto 5years '"

'. '.'
.

6 - 1oyears · 0 ..' 0 ,.. , . , 1 ..... 1

11"'14years .' 0 '. "., 0 .., 1 . 1 ..'

p)
0 ., 0 5 5 '.'.

upto 5 years ·
.....

6-10years
'.

0' 0 I 5 5

11 - 14years . 0 0 5 , . 5
· '.
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· ". ». ,."~,,

U.S.Patents ;: . Machinery, ' Electronic~ .. Chemicals Total
.

a) (1) 47 (1) 37 -. (1) 91 (1) 175
,

upto4years '.'

5 - 8 years .,'., (1) 55 (1) 45 , . (1) 103 (1) 203 ."

9-12years , · (1) 48
"

(2) 31 . , (1) 87 (1)166 ,....

b)
, ,

(,~)1 .,"
up to 4years , '. (2) ~1 (2) 36 (2) 51

',""".' 1':~...............• , ... I . .

5 - 8 years ." , (2) 32 (2)45 (2) 55 (2)132 ..... '.••..

9 - 12years . > (2) 35 (1)44 (2) 42 (2),121 .'. '.'

c) . 0 (4) 11 (6) 17 •-:(6) 28. •.•..
up to 4 years ·

· "',
5 - 8years c • 5 . '.,. (4) 19 (7) 16 (6)40

9 - 12 years c' (7)5
••••

-. (4) 19 .. (7) 18 (6)42. ,

d) (4) 14 r (3) 13 .', .' (4) 36 (~)V· ••."'.'upto4years

5 - 8years (4)14 (5) '. (4) 39 (4)67 ... ,

9 - 12 years " · (4) 13 (5) 14 .•',.", (3) 33 ,(~)6Q ,
I

e)
0 2 3'

upto4years . ... - ,
. .

0 1 35 - 8 years
•

. 4.

9-12ye~rs • . .'...' 0 1
• ...' 8 9,.. ..•..

.

1)
,

upto 4 years
(3) 18 (4) 11 (3) 37 (3) 66 '.'

· ·
........

5 - 8 years (3) 18 .(3) 24 (3) 49 m91 .. '.

9-12years (3) 16 (3) 21 (5) 28 (3)65.

g)
(7)7 (7)3 7 ,,17upto4years

• •
c'

5 - 8years
...

2 (7)7 10 019 .;

9-12years : 2 (7)7 16 25 •........

"'o=:".~--::::-:,,-~' h)
upto4years 0 0 0 0

5 - 8years 1 0 5 6

9 - 12 years 3 0 7 10

I
I
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,
u.s.Patents Machinery , , Electronics Chemicals Total

H' . ' '. .'. .; .

i) 0
.....

0 I· S Supt04years ·
·

5 - Syears 0 0 .. .
S S ".

9 - 12years
..

0 ·
.

0 ? ;. 12 12' ..

· ..

j)
· · ·.

·
••

(6)S ..•.
(7) 3 ' . (5)30 ,(5) 41

up to a years
.'

·
.:

5 - Syears
'. '.." .. (6)7 • 1,

-;
(5)33 (5)41

·

.'

9 - 12years .: ....., 3 · . ,', 3 ..... '... (6) 25 (7) 31 •••

k) · ., ·
• ••

H,

up to a years
4 , 2 (7) 14 . ;10 .....•

·
5 - S'years

•
••

'; 3 ...• (6)S
-.

(6) 20 (7)31

9 - 12years • ?'. 3' : " (6)S •• 15 26 ••

m)
•• ? (5) 10 ·' . (6) 5 8. (7)23

, ,

up tc e years
· •

.. '.,
5- Syears . ' .. (5) 11 :. .. 2 ". . .

5 lS' '. .'·
9 - 12years .. . (6)9 \,. ....

2
.. '. 3

. .
"14 ••

n) .....
0

, • •

upt04years 1 0 ) .',

5 - Syears 5.
.

0 ., 3 S
. " .

9-12years .. (5) 11 4
.

(4) 33 /(5) 4S•

0) · • , • .
upt04years 1 1 •
5 - Syears · . .. .: · " 1 1 ,

9 - 12years ". '. · '.
,

•••

.c:-
1 '1..

p) .... ....
up to a years

· .

. ".

5 - Syears , C" ... ' •........
9-12years

••

.
.' '.. ' .

' .
".

, . ' ..
i""
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Clbfdj

Clbf~j .

abdfn

a.b dn.f

a b d.n f

a b f d ]

ab f d ]

a b d f c

b a f cd

•.Clbf,ed

a b f d rn

(!bfd)n

Cl ~Jdm

11,::, '.4,yEl,Clrs

5.-13 ye,Clrs

... 6.- 10 yeClrs",0,.","" ,',_,_, _; ...:"

U.S. Patents
up to 4 years

®L x'. As·;for bothx,the' Japa'nese Patents' andtheiU.S.···Pa.tents,

high-'rank'i:ng ones of the· .elements (a) - (1') of the

cri teria'o:EJ judgment weredompa·redi'n '.differ,entfieTds in

accordance with the maintained years of the Patents, as

follows:

Japanese eCltents..•...
up to 5 yeClrs

.~ , .:''',_ ;", tV : .. " 'c

).pf',xthe<elements.)of judgment.as.tothe ·maintenance: .•of the

l')ights, ,t.woi terns" ,i.e., the item (a): ·Axpossibility.·t·hat the
dompanies,carry.:ou.t.,.the inv.entions·.·.of. t·heir··()w.n· rights, and

.. ~,.

the ,item (,b):,I\. pO$$ibilitythat the other c;:ompanies.xca,rJ:"y. out

the iIwentiOns ,of the rigl;lts beloP.giog to the subject

companies.,..arethe importantel.ementsOf; ." judglllent".common to
I:l0th.the Japane$e.Patents ap.dthe U.S. patents.,.ConsequenUy,

there is no substantial diff:erence in the number>of the

maintained years and in different fields.

As fortheother;eJ;ements, of judgment eXdeptthe'above

two items ,there' are some diffelJences between .the.fieldsin

both .. the Japane$e Patent.s and the .U.S. Patents.

Machinery: In the Japanese Patents, the order of
impoJ:"tance(which is det.ermined according 'to t)he

madnta Lned .• years .. of·therights) .. i$'as·follows: the item
(d) .DivelJsionarytC\cticsagC\inst the, other companies; the

itelll.·{fl.Apossibili ty of lic;:ensing the other companies
tocC\r.ry out the inventions of. the.r.ights which belong to
the, subject company, not carlJying out the inventions of

its own rights;the<item. (m},·Ef:Eect,.inthe art; item (j)

Advancement in the art; and the item (n) The annual fees.



Theoth~r elements of judgment except the items (a), (b)

are selected as' ·critel' ia which are supplementary'to these two
items in judgment with respect to .'themaintainediyears >andthe

fields.

25

We have investigated:· the condition in

investigation as to whether or not the

inventions of the subject company's rights
are carried out by ·the ocher vcompam'ea) the
presence or absence Of the irivestigation

department; and the necessity of such
investigation departmerit.

027:

.In contrast with this, in th~(U.S. Patents, in the order

of importance, the item (d) is replaced with the item (f)

in ran~ing, and the rank of the item(j) downs.

Chemicals: In the Japanel:U:: Pat'ent, th,e .c'-r.de:;:- .J)f

impOrtance (wh.ich .... is· determined ac:c:ording to the
maintained years of the rights) is as follows: the item

(f ).Apossibility of licensing the other companies to
'car·ryotit the inventions of the the rights which belong

to the sUbject company not carrying out the inventionsiof

its own rights; the item (dl DiVersionary tactics against

the othercompanies;tl:le item (j) Advancement in the art;

arid theiiitem'ln) The annual fees. In this respect,·· there

is substaritially rio difference between the· Japanese

Patents and the U.s. Patents.

Electronics: In both the Japanese Patent.sand the

U.S. Patents, the order of importance is as follows: the

item (d) Diversiona~~ tacti~s a.gainst the other
companies; . the item (fLA possibility. oflicensingt:.he
other companies to carry out the inventions of the rights
which belong .. tothesubjectcompariy. riot carrying .Clut .th~

. inventions Qf. i.ts . Qwndgl:lts; and, . theit~m_(c)i:A.scal~
UP9n which the cOmpaniescCl.rryout tl:1ei.nyent:i.()n$6fthe
rights.

025
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hThec.number.ofthe companies answering) in differenti tems n d

is as fol1owsi. (.a.p1ur.a1i ty of answers are so counted .. as to be

madecbya p1ura·1ityof companLeej.r.

8

S

o
8

18

1S

22

21

26

Totlll

5·

3

S

4

o
15

Chemicals

o

6

3

:2

4

1

o

7

5

7

6

J
9

0 3
-
7

1

Machinery I Electronics

To be as it is

No Working

Partial Working

To be red~ce(t

All Patents' Working

Main department:
existing

To be provided

Suli"(je'pllrtme'nt:
existinq

. To be expanded c

INVESTIGATION
DEPARTMENT

N~q~SI:rxOF
INVESTIGATION
SEPARTMENT

~~~~+T~~~II~N

CD lnall the fiec1ds., a r:a~e.o.f the companies (eachqf Whic.h

has the investigation department as a main department. for

investigating the.9onditions.qf the other companies<as to

whether or not. the Lnvent.Lon... of.. the >s.ubj.~ct. company'S

right!; are carried. out by t he ocher compan.ies) i!; small,

Le,.,.. 10.c %'.. Howeve.r,in both.E1ectric and Machine,arat~
., .... "", "'" .. " "':', .'" , '.,- -.,;' r,./' .. _', ...... ' .. "do .....',' _'.,'.

of. the companies (e~chof which has such investigatiqn

department as. a!;.\lPp1~1Uen,tary depar tment ) s.ubstantia11y
. reaches 50%,
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®Althougha rate of the companies. having ,the investigation

departments is small., a rate of the ..compankes.. which,are

satisfied with the present state of the, irivesti,gation
departments is small, i. e. , 16% in different fields.

F1.lrther, ,ra.tes of the"c:ompapies> which want "to expand"
.~he investigation departmen~sand"toprovide"thesame,

are 43 % and 41 %, respectively, which exc~~AC~()~>"in
t.otal.

IV. OUR PROPOSAL OF A SYSTEM FOR MAINTAINING,
~AGING AND EVALUATING THE RIGHTS ... ... .

(1) General Remarks:
Today's companies a'rein a severe condition in which they

must maint~in arid manage a large number' of thei.r own Patents

and'tH:ilft:f 'Mddel''''r!ghfs' wlth'p~iyme'ritsof"-"''tl'l_~:'''.:aij)tu:;aI,-'fees
, ._-, --,"

increasing every year. Uri'der such circumstances , th.eway in

which the companie~Iri~intainal1<lrt;~I1~g~th~ri.ghtsaf~er,.their

registratiops. wi th01.ltany ..1pflfl.becomesvel;yimportCint. '.
An essential requirement of the most rationa~maltage~ent

of the company's own registered Patent and uti:Lit;'~()gel
rights is to have a. cOIllJ:1any' s bene.fit Of owriingsl.lch rights
well balance with the cost· of maf ntenanca of the rights. This

will be hereinafter referred to as the "ccse-benefLt; ratio" in

the maintenance of the rights. Consequently, it.~s a~ object
of an ideal system for maintaining. and. managing the rights to

make such cost-benefit ratio as high as possible.

There are two possible ways in which we increase the

C:ost';';bertefi.'t rad:oiri the rt;airitenance hi the rights, as

fdllows:

'1'hefirst One thereof is to make th.e cost of the
,

that the nUrtlber6f tne r ightsbeiong!Ilgt6 the company is
reduced ." to a possible minimum. However, such suggestion

e~entualiy leads to a. se r Lous situat.i.on:inwhi.ch the company
has no Hght and'does Ile>t fllea.nyapplication. rtis' clear

that this mistakes the means for the end. Consequently, on the
premise that both the Patent and the utility Model rights are

filed and registered so as to bring the benefits to the
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• ... ~...... ..,., ... 1'1' .... v ...... ,

(2) brganization:
In Fig. 5, there isshdwn an example ' of'theorganization

oftheabove'sysfem.
In 'order to perform an effedtivemainfenanceand

evaluafioribf the rights, we need' a reliable6rganization for
periodically checking the rights.

Siich organization must beprbvidedwith: (A) a department
for prepa r irigcl'proposal of checking of the maintenance; (B) a
department for' making }a substantial evaLuation; (c) 'a
department f or making 'an 'overall jiidgmenttomake a final
dec.i s Ion ; and (D) a department for carrying out further
proceduresuchasaband6rimenFuand maihtenance of the tights.

The depar cmerrt (A)icfor preparing the proposal of checking
of . the maintenance prepates a list of the rights being
periodically checked, andp'roposes that such rights are
examilled in related departments. It seems t6 us that a
department adeqiiatefor 'thepreparatidri of the proposaI isafi
inte!llectiialproperty department performing the company's
entire rnanagement of thepatentap'plications.

The departrnent (Bl for making the substantial evaluation
in checking of the rights plays a most important rolewhenxthe
tights are actually evaluated in value by an evaluation
criterion described later. ''rhis'evaluati6n requirefl knowledge

these tights bylfCensing of' the same'may be one of the most
effective and definite measures' toincreasefhecompany's
benefit •

it is ne'cessarytCicontifiiie a further dis'cussidn'fiomthe
abovetwbpoints of 'viewinirealizatibnof'anidealsystem for
maintaillirigtheJr ights.

'companies, we must' select usefiilones' 6f theirfghfs to} keep
them alive aftertheirtegistrations byrepeatedly'evaliiating
theserlghts under varYillgcdnditions.

The second one of theways'isb:>' indreasethecdmpany" 5
benefit of owningthesesrightsiSuchcompany's benefit mayXbe
of 'var'ioiis' types, for example such vas' a direct type,' an
indirE!ctfypeandthe'like and, therefore it can ··not· be
'.~'i'irtt;i~-:_:'J'~;~::£·-i:~a:i::::~ tr~;:9~Y9.a.... ~".. ::;;~~,~~,"':~" ~ ~A~~<': -i n~,,:':"d,;;.a'· ~H!~_ .,~~.'-,



29

and inforll\ationas tq the present state and the f.uture of: the

subject. art, acquired both insia.eand qutside the. company.

Such evaluation must be made primarily in technical sections

in charge of both the laboratories and the operative

deparcments , At. the sa\lletime, theprE!senCE! or absence of

contracts made .~ith the other companies mustbecol1sidered Jl1
evaluation of the rights, Which makes it necessary to have

technical management sections in charge or intellectual

property sections in charge of both thelaboratorieEl ~n(ithe

operative dE!partments check the rights.

Further, at this time, we would like to proposeth~ta

company beprqvid.ed with .a certain a.epartmentspecializing in

more positive investigation on .apossibility of licensing tl1e

other companies to use its own rights. As described in. t.he

preceding item, in order to make the cost-benefit ratio in the
maintenance of the rights as high as possible, it is de.sirable

to posi tively use the. rights. In realizing this, it seems to
us that the primary checking performed by the technical

.sectionsin.charge is not s.ufficient in timing and quality. We

think it necessary to provi<ie an additional section for

performing a secondary checking ,which sectLon specializes in

investig~tions on: infringement of the rights, which is

difficult to find in ordinary conditions; a possibility of the

sales of the rights under the consideration ofa possibility

of future uses of the rights; .andthe. like, the additiql1al

sectIon performing the seccndaryvcheckLnq in. addition to the

investigation made by.the technica:L se~tions. in charge. Such
additional section may .be provLded in each of the

laboratories, the operative departmel1ts and. the intell.ectual

property department ..of thecomp~ny. .It is desirable that the

knowledgE!. and a rich expe r i ence on the background of the art;

and. staff having a knowledge of in~E!llectualproPE!rtY'Wl1en

the company I s rights are jud.ged in such additional section to

have a possibility that thE! company licenses the other

companies to use them, the company actually takes up its
routinefqr utilizing the rights, which routine is differE!nt
from tl1e .rqutinE! for managing the rights asvto whether the
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rights are maintained or abandcned,: Consequently., the

additional section assumes a role for realizing a concrete

action in cooperation with the licensing Section in charge of

the intellectual property: department.
Further, the additional section thus specialized performs

a double~check of the evaluation made in the technical

sections (which fil·es patent applications) to have the

evaluation become more objective. Consequently, we think that

the additional section may contribute to improvement of the

evaluation in accuracy.
AS f.or (C) I the department (C) for making the overall

judgment to make the final decision is a department in which

the rights are judged from the standpoint of· the entire

company as. to.whethe.r the rights are abandoned or maintained,

,to which department the intellectual property department in

,the headquarters cor r esponds., Also, a circular notice may be

employed in this connection. Further, as for the rights haying

beenjudgedrto.haye a possibility that the: company licenses

the other cOIllpaniesto usethese·rights} the section in charge

of licensing .must take up his actuaL routine;
As for (Ol, the department (0) for carrying out further

procedure such as. abandonment and maintenance of the rights is

a·>departmentin which actual procedures ofabandonments of the
rights. are conducted wi th the Patent Office. Consequently, it

isadequate:<that a section (which is in charge of filing the

patent applications) of the intellectual· property department

in the headquarters plays a role of. the department (0).

(3) Timing of the Evaluation:

It is recognized ithatthe .checking at a time of payment

of the. annual. fee: is essentially. most rational. Namely, with

the. Japanese Patent Office, the checking must be conducted
every year except the first three years after registration of
a .. Patent.or utility Model right. Such checking is often
conducted. in connection with·· an investigation on compensation

for the inventor in.. business achievement. Further,· in: case of
a company in which a ratio of working of the rights is very
high, it .may be suitable for: the company to conduct the
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checkLnq after· a lapse of a certain period' of time after

.registrationof the right. In thiscaset i..e., incase of a

Japanese Patent, it may be suitable to conduct the checking

before the seventh year after regi$tration of such Patent

right t .because the annual fee is put up at the seventh year •

.Further, there is anoccasiona'1 increase of the annual fee·. In

such case ,the.checkingmust be. conducted without fail before

the annual fee is put up.

(4) Criteria for the Evaluation:

Essentially,.of the company's' rightsiones(each of which

is' now unde r.vwor kLnq -in the company. or in the •• other . companies,

or has a possibility of future uses thereof) must be selected.

At the same time, it.isnecessary for the company tocons;ider

the thus selected r Lqht.s in factors of theirbackgrbund; Tn

this connection,. there are following 'possibleevaluation

.items:
(A) now under working in the company; (B) now·undev.working

in the other' companf.esvtnb'rouqh licensing or s. infringem.ent);

(C) there is a possibility that .the company uses the rights;

(D) . there isa..possibility that the other companies use the

rights; (E) working scale; (F) diversionary tactics against

the other companies; (G) stability of· the rights; (H)there

is a possibility that the compcmylicenses the other companies

to. use the rights which are not carried out in the company;

(T) ease in finding of infringement; (J)rema.i:ning life of

the rights; (K) ease in industrialization; (MFadvancement

and retardation of the art; (N) no alternative art; and (0)

technical effects and cost reduction.

Since the. t.otalamount .of. the annual fees increases as

to consider the following item: namely (P)a rate>ofinc:rease

of the annual. fee.

Th.eseitems are not .equal in im.pbrtance.Ofthese items,

most impor..tant·ones are the items· (A) to .(Dj" Consequently/in

case that each of such items (A) to (D)" is "yes",the>tights

must be kept alive. in. principle. However " though it is easy to
confIrm.. the present working condition of the rights in·the
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company, ..it is 'hcirdto:pl:~6J~~iyi.nY~~~:i~~~~"~:fJEJ~~iJ'~tateor
the company and both the present and future states of the

other companies, which makes it uncertain to precisely judge

them. For supplementing this point, the itemsfollbwing the

item (E) are required as objective indexes of th~'v~lues of

tlle·:r:igh.ts.Consequently, in a condition in which the items
(A) to (Dy·are.notclear, the items following the item (E) are

used to determi.ne "'l1etl1erornot the' ri.gl1tsareabandoned "or

maintained. The.. importance of each of the items following the

item (Eris d~t~~llIined in ..each of the companies based on the
comp~ny;s par.ti.)cuJ.~'~i.~~l'~r ience. .

Further, the item (P) "the rate of increase of the annual

fee" is not neglected as an important factor. Particularly, :as,
for the Japanese Patent, the annual fee drastically. increases

after tenth and thirteenth. year" after registration .of the

patent. As for ~he u.s. Patent, the annual fee drastically
increases after eighth and twelfth year after its

registration. Consequently, each of the above- mentioned years:

is important in conducting the checking.
Incidentally, an example of a method for evaluating t,he

Patent is shown in a flowchart of Fig. 6, in which flowchart

the importance of each factor may be adequately adjusted in

the companies based on their particular situations.

(5) Differences in Countries:
Essentially, t he r e is no difference in evaluati'on

criteria between the Japanese Patent and the U.S. Patent'.

Ge.n.e.rally speaking, in case of the Japanese company, its U.'S •
.. . .. '.c.,,',·,...·. ,', - ", _,

Patent applications are severely selected to keep their

qualities high in comparison with their Japanese Patent

applications, which leads to a low ratio of abandonment of

their p. S. Patent applications. However, due to increases of
the annual fee during the last two years (1990 and 1991), the

u.s, Patent becomes much higher in c~st than the Jaganese
Patent. Further, in view of the present.conditioninwhich the
number of the u.s. Patents belonging to the Japanese companies

increases, it is~ecessary to improye the system for
maintaining .and evaluating the U.S. Patents.
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FIG.2
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FIG.4
CHANGES IN CUMULATIVE VALUEOFU.S. PATENT REGISTRATION FEE
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Table 2 .

J;a);lanese · , .. ,
Patent . Machinery Electr.onics CheIllistry . . Total

, ·
9-12 years 1 :I 1 1 1 1

·
i) ,..., .. .... .... . ' .. .. ... ...
up to 4 years.

.

. ... . '.... . .. . :I
I

1
.

1 1 . ....

.5-S years
·
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.. .. . .. . ... .
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·
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•
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..
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.. .
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QUES1;IONAIRE ·CONCERNING ..·..~EVALUATION·.·ANDMAINTENANCE
OF INTELLECTUAL PROPERTy: RIGHTS·'

'. .' '....

Panel Di~cussioniGroup of; PIPA Committee ~o. 4

The purpose of thisquestionair~ lies irl invest~gating~ow the cpmpaKiesiin
Japan and US evalua~etheirinteHeqtualproperty·rightswhen·theydetermine

whether to main~ain :01' abandon yhe rights, and afte~ finding out whetherithere
exists unvague qifferenceinattitudes between the Clompanies in Japan and US,
and also difference 'among the industries, we will try to propose a aode.l:manner
of evaluating and maintaining intellectual property Tights ,for.each industry
maybe, and SUbject it to criticism in, the panel ,discussion . ExaCltly the same
questionaire is igiventoall JapanesemembercOl~pani,es.Theresultpf the
questionaire is 'disclosed only in a :statisticalform, and of course 'OOly'to the
member companies.

\; .:'::: i
We will appreciatey'ourcooperation.inansweringthisquestionaire aod will look
to receive your 'response. (Please answer by writing figures, etc. orby
checking in the ;boxes.of your choice. If you'dratllerpass over' some questions,
please do so.)

Q 1 Which of the following inqustriesis yourcpmpany ,most engFged in?

-,

Dfoods
)

)

Diron & steelDnon-iron' metals Dautomobile
DshipbuildingDPrecision,machineEJpqwermaClhine
,Dmetal& machine Dother ( , )
Dgeneralelectrics.&.equipment Dcomputel'
DcommunicationDdomestic electrics Dacoustics
Dinstruments .Dcable Delectronic parts'

Dother. ( " '.. l, .
Ogeneral chemistrYDor~anic chemistry Drubber
Dplastics Dpaints & coating. Dpetroleum
Dpetrochemical Dfiber DPharmaceutiqal
Dcosmetic Dother (
o (

(electric)

(machinery/metal)

(other)

(chemical)

Q 2 How many were .the Japanese patents and utility model rights YOu 'neWly
obtained during last year?

patent ( ,

Q 3 How many

. patent( )

Q 4 How many Japanese patents and ut~lity modEilrights ,did you own aa.or the
end of last year, Fhd. the end of 1987?

end of 1991 : patent ( ;J ; uti:J,:i.ty model (

end of 1987:' patent ( ); utility model. e

1/5



J
)

)

)
patent
patent (

patents abandoned' during '1991: (
patents abandoned during 1987: (

end of 1991:
end of 1987:

maintained for 1-3 years before .abandonaent r ) 96
maintained for 4-6 years before abandonment: ( ) %
maintained for 7-8 years before abandonment: ( ) %
maintained for 9-10 years before abandonment: ( ) %

maintained for 4 years'before abandonment: ( ) %
maintained for 8 years before abandonment: ( '), %
maintained for 12 years before abandonment: ( ) %

[Jincreased, []more or less the same, or [Jdecreased.

patentsa.ba.ridoned during 1987: ) .

2/5

maintained for 1-3 years before abandonment: ( ) %
'liia':i.titaitieel 'fdr·)4',-5"yearsbefdrEfaba.ndonment: '%'"
maintained for 6-7 years before abandonment: ( )"%
maintained for 8-9 years before abandonment: ( ) %
maintained for 10-11 years before abandonment: ( ) %
maintained for 12-13 years before abandonment: ( ) %
maintained for 14-15 years before abandonment: ( ) %

Q9 Please breakdown the Japanese utility model rights youa.bandoned during'
1991 into the following classification.

Q 5 Howmartj USipa.teritifdid ydti owri'as dftheF erid'Of'l.ast'yearand'thEfend of
1987?

Q6 .' About 'how'many'Ja.pa.nese'patents a.ndut:i.lityJllodeldgl1ts didyolla.l1andon"
during 1991 and during 1987? (Please do not include the expired patents or
expired utility model rights.)

Q 8 Please 'breakctdwntlieJapanesE!pat'ents you'abandoned during 1991 ifnto the
fol.lowing classifidat:i.on

Qll Do you say, for the past several years, the average number of the years
for which your JapanesE! patents have been 'maintained has:

Q'\O Please breakdown the US patents you abandoned during 1991 into the
following classification.

Q7 About how many US patents did you abandon during 1991 and during 1987?
(Please do not includFthEFexp:Lred patents .')



Q 18 Which section of your company initiates the question of whether or not to
maintain a registered;right?

)

3/5

[Jpatent dept. [Jbusiness dept. []R & D dept. [Jother (

[]patent dept. [Jbusiness dept. [JR & D dept. [Jother (

[]patent dept. (or headquarters)
(·[]business';qSpt.{or-t.he-depb .:",to,-wh.Lch _--t!:l~ 'inv~I1<t'or{~ 1,-,J~elong}
[]both patent dept. and business dept. bear: (pat.;d",pt,<il>911t %)
[Jother ( )

Q 15 Which section of your company bears t.henamtenanoe fee?

[Jincreased, []more or less thE! salliE!, or [JdE!cr",ased,

[Jincreased, []more or less the same, or [Jdecreased.

Q1?Dp;ypusay, for the past several, years, the averaga.nunben ofj;he years
for which your Japanese utility model rights have been maintained has:

[JYes
[]No

[Jincreased, []more or less the same, or [Jdecreased.

Q13 In the past 5 years, do you say your abandonment ratio of Japanese patents
and. Utility model rights (number ofabandon.E!d.rights-;,nllm~E!r;;ofall rights)
has:

Q14 In the past 5 years, do you say your; abandonmentratioc>fUSP<itents
(abandoned patents -i- all patents) has:

Q 16 Do you per;iodically ,revisit a regist",reclrightanddetermine {\flle,ther or
not to maintain it?

Q17 What are reasons that you do not periodically revisit a registered right
and determine whether or not to maintain. it?

If you answered "No", please answer Q 17 and proceed to Q23. If you
answered "yes" ,please proceedto.Q18.

Q 19 Which section of your company plays the most significant role in
determining whether or not to maintain a right?

..t:oQ
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)

, ,,~.. ,

.

nth year 1 2 3 4 5 6 7 8 9 10 11 12 13 14
.

revisit ". c, ..

(I) We practice it. (I) Other(s) practice it. (licensed or otherwise),
(a) We may practice it .. (b) Other{s). may practice it. (c) largescale
business (d) To hold back others. (e ). strong validity,(f) ·You.donLt,,>
practice it but there's licensing opportunity. (g)The patent is such that
it is easy todeterIlline infringement. (h). long remaining, life
(L) easiness in industrialization (jl..technologyis notobsole,te,{k) no
alternative technology (m) technical effect (cost reduction) (n) next
maintenance fee is higher.
other circumstances: [(0) (p) •
(q) , (r) (Q\

(t) ] ------'-

[]patent dept. Dbusiness dept. ·DR & D dept. Dother (

Q20 Which section of your company has the final say as to whether or not. to
maintain a right?

Q21 When do you revisit a Japanese patent of yours fordeterminatipn. of
whether or not to maintain it? Answer by checking in the boxes which correspond
to the nth year from registration when you revisit a patent, .' (For example if
you revisit it every year after the grant, please check in all theboxesol

Q23 When you determine whether or not to maintain a patent, do you take any
other circumstances into consideration which are notlisted,below? If so' please
write them in (0) through (t)

Q22 How about your' US' patents? Which or the following procedures do you
adopt? If the former, please fill in the brackets.

OWe do not revisit patents until ( )th year from registration, and
thereafter each time·thedue date for maintenance fee approaches.

[]We revisit patents each time the due date for maintenance fee
approaches.

Q24 Selecting five most important circumstances from (a ) through (t ). in Q 23,
please write the five in the order of importance from left to Tight inth",
following tables. (Note that the first two circumstances are excepted ,.c. for
their importance is too obvious.) The first table is for Japanese pat.ent.s;
Please answer in three cases: those patents which have been maintained .. for five
years or shorter, those maintained for 6 to 10 years, and those maintained for
11 to 14 years. The second table is for US patents and also please answer in
three cases: those US patents which have been maintained for 4 years or
shorter, those maintained for 5 to 8 ;years, and those maintained for 9 to 10
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We conduct it 'for all .ofrour; .pabenbs•
We conduct it for about ( ) %:of Our:patents.

9

" .. Japanese patents

15 years or younger ' .. '
, ",' .

6 - 10,yearsold I ': ... .'. .(:.,...
11 - 14 years old

,

: , US patents
,

. , .
....

4 years or younger
.,.

'. '.

5 - 8 years old . :'. ". . ...... u , ..

I·· - ·1?·:v r!=l nl<l · .. ·c·
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DYes, there is a section (person) whose main occupation is·todo So.
DYes, there is a section (person) ,who does itasa side line ..
ONo.

Dfurtherintensified.
Dmaintainedasitis,.
Dmitigated.

if. it is noLconducted by your company,
Dstarted.
'Dnot "started.

years ..

Q26 Ts.there a section in your company which conducts investigation to find
out whether your patent is..infringed?

Q25 Do you conduct investigation to find out whether your patent is:infkinge4
as a part of you'r ordinary operation?

Q27 Do you think the investigation to find outllhether your patent .is
infringed should be,

. . []Yes.
DYes.
ONo.
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Corporate Policy Statement

Alternative Dispute Resolution

COMPANY

We recognize that for many business disputes there is a less. expensive ,
more effective method of resolution" than the,'traditiOllal ,nlwsuit',
Alternative dispute resolution (ADR) .procedures· involvecollaboratlve
techniques which can often spare businesses the high cost and wear and tear.
of litigation. . ..

In recognition of the foregoing ,we sUb~cribe to,the following statement of
principle on behalf of our company and its domestic substdtartes , * In the.
event of a business dispute between our company and. another. company which
has made or will tl1"·mrn~k~,~~~lllilars~.Nement, .w~·~re prepareci.tqe){plore
with that other party resolution· of the dispute through negotiatton or ADR
techniques before pursuing full-scale litigation. If either party. believes
that the dispute is not~uitabl.ef()ri\DIttechnique.!>~Pf if such techniques
do not produce results satisfaCtory to the disputants, either· party' may
proceed with Ufige. tion. .

Chief Executive Officer

Chief. Leg<iI()!Hcer

Date

*Our major domestic operating subsidiaries are:

Note

The above policy statement was proposed by the Center for Public Resources
(CPR). A signed copy of your statement should be sent to CPR at 680 Fifth
Avenue, New York. New York 10019. CPR maintains a registry of companies
which have subscribed to the ADR policy statement. Members of the CPR
Judicial Panel are available to assist corporations and their counsel in
the resolution of disputes through ADRtechniques.



TO:

FROM:

i'" CPR LEGAL PROGRAM
,~C". TO DEVELOP ALTERNATIVES TO LITIGATION

CEO:; andGENER.AI:.coUNSEI.

JAMES F. HENRY
PRESIDENT

~

RE: V\IHY A:C0RJ.'0RATE i>0I,.I9" STA:TEMENT
ONALTERNA'11VESTOLmGA:TION? ..

'Too much ... and too expensive.'

That is the consensus about litigationin the business community; Even when lawsuits are settled out of

court, which happens over 90% ofthe time;settiementusiJally Occurs only as .tbe-trial'dateapproaches
and after most of the costs have been incurred. And all too often, the settlemenrjsbasedtsttictly on the

dispute'S perceived monetary value without adequate investigation of mutually advantag~!!Il business
solutions. '. . ." ..

The purpose of the Corporate PolicyStatement on Alternatives to litigation is toencolirlige the early

resolution of businessdisp~t~,with,creat~tl,~usi~esslik~s~ttltllT\ents. ~c~iF~,th~~~gilnF~otiation or
alternativedispute resolution (AoR) pro2edur~: Once adisp~te h~s.~ruPt~'f~gtio~ar~ at a high
pitch and parties quickly assume an adversary stance. Each is likely to b~conceincid that suggesting
private.resoluticnwill.be viewed by the other as asignofweakness.]"ilisdanger is.minimized when
parti~hllveadppted a corporatepolicycalling .for exploration .of AQR options before resorting.to.full
scale litigation in disputes with other companies subscribing to the same policy.

The PolicyStatement helps subscribers get over the most important strategic hurdle to quick settlement:

it lets them make the first move. Negotiations can begin early, before litigation takes on a life of its own.

That is the essence of the Policy Statement. Those who adopt it can choose from thefulIspectrum of
ADR techniques. These include, but are not limited to. the minitrial, mediation and neutral fact
finding-ceach has proven its value in helping 'executives and counsel arrive at economical. expeditious,
mutually acceptable results. . '

Both the nonbinding minitrial and mediation have been used successfullyto resolve complex multimillion

~ollar .. disputes involving, .. for. example" comlT\ercialcontracts. pate~~., construction-contracts, ,j()int
ventures and transnational issues. Most mediations and minitrials have resulted in prompt settlements

"~d d1'aIllaticreductiofls in legal costs and delay. Borden, Con~rol Data,'Eaton. GillFtte, •rrr~ Motorola.
Shel~~il. Standard Oil of Indiana. .Texaco. TRW,Union C-arbi~e and WisconsinElectric are just some
of the companies reporting economical. satisfying resulls with these ADR procedures. "

Copyright c 1984 by
The Censer for Public Resources; N. Y.. N.}:

All rights reserved.

CENTER FOR PUBUC RESOURCES, INC.

366 Madison Avenue New York. NY tOOt7-3122 Tel (212) 949 649<l Fax (212) 949 8859-



It should be noted;

+ The Policy Statement is not a binding commitment to engage in negotiations or ADR,

but is an expression of corporate policy. Subscribers.undertake to act ingood faith

and to genuinely consider ADR. The Policy Statement is not intended, however, to

create legally enforceable rights.

+ The Policy Statement does not p~I~~e a sUbscri~drom t>lkin~ thos.eR~liminary

actions advisable to protect its access to the COI1~Hore~m~i~,fi1ing3<;omplaint
for statute of limitations or venue purposes..,Even when such actions have been

.. taken; negotiation or ADR techniques can still be used.

Vigorous advocacy is compatible with negotiation and ADR.+

Not every dispute is suitable for resolution through ADR techniques. If either party

,coDl;ludesJhatADRwould be-inappropriate in' a particular case-sforexample; if

.judicial.determmationof a critical legal issue is.deemedessential-ahatpartyis not'

.bound.toexplore ADR.

• 'I'ltl!l~olieY§t8.teR1ent raises th~~onsciousness of executives and counsel regarding

the use of ADR and encourages the systematic review of business disputes for their

API.t:potential.

+

+S"Il~~ribers ~~~c~oose tO~odifY the wor!li"~ofth~ Policy Statement in waYS which,
do not cha'ngeilllspirit or intent. . .

Even ifADRdoes not lead directly to a resolution, the effort increaseschancesoflate{setiIelllenl by

establishing a channel of communications betweenpartiesandby giving each abetterunderstandingof
the other's position.

The-Policy Statement is actively supported by The Business Roundtable, the National Associationof

Manufacturers, the American Corporate Counsel Association and leading industrial organizations. It

?Irea~yhasbeensigned on beh~lfof over 500 companies including most ofourlargest c9rpowti?n.......
broadcro~ sectionof American business,that accounts for about one half in the aggregate ofthe gr?ss

national product. Companies are not justsignipg, the PolicyStatement; they are using it to res9lve

significant disputes swiftly, privately, and with dramatic cost savings. Efforts to,avoid Iitiglltion,s~c;h as

the ADR Policy Statement, are in the public interest and should reflect favorably on companies making

such attempts,

Tile CPR Legal.Program develops alternatives to the high costs of litigation confronting businessand

publicinstit~tions. Its mentbers number over 400 general counsel from major corporations,pa~tllf:~of

le~dinglaw firms and prominent scholars. With the active involvement of these members, CPR, isthe

leading proponent nationally of alternative dispute resolution-ADR. Members of CPR's distinguished

ADR Panels of neutrals are available to help corporations and their counsel resolve disputes through

ADR.

cn9



Listed. below are <:ompanies .that have signed the CPR Corporate Policy SttUeir:e~o~Altentlllives to
Litigation;"ThecSt~tementcob liges-subscribing-companies to seriously explorenegotiation or-alternative
dispute 'resol.lltion (ADR) in cases With other signatories before pursuing full-scale lit.ig.a.tion.

.. ' . ,"''',- :- -.'" ,'-:, ','-,' ,- " "::.:,,'" ",.. :. ,.'. --\',:.:" " ... -'. -." , """

Note i)D alphabetizing: Generally pveDt compWes ....ith two DIImCII, bl: li-ted by rlJ1ltoamc(&,: Guy F. AtkmAon ill ~betiUd ~!,;(J); compame.,.-ith initial.
are li.tcd by lot name (<!'.,. J.C. Peo.DCY" alpbilbetized by p).·Sub.idiarienre .ted in the order form-bed by the pveDtcomptllly.'

CENTER FOR PUBLIC RESOURCES, INC.

}1)6 Madison Avenue New York. NY 10017·3122 Tel (212) 949 6490 Fax (212) 949 8859

s:

>.:':

ALEXANDER & BALDWIN, INC.
A&B Hawaii, Inc.
Matson Navigation Company; InC:
A&B Properties,' Int.
McBryde Sugar Company,'Ltd.
WDIC,lnc.

AGAGAS,INC..

AID ASSOCIATION FOR LUTI1ERANS

AGWAY, INC.
Apay Petroleum"Ccrporatfon
Tctemark. Inc.
Apay Insurance Company

AG-TRoNtC CORPORATION, INC. .
Ag:-Tronic, .Inc,

AIR PRODUCTS & CHEMICALS,. INC;

ALBERT M. HIGLEY COMPANY

AGRI-MARK. INC.

ALCAN ALUMINUM CORPORATION

AIRBORNE FREIGHT CORPORATION
Airborne Express
Acme Frame Products

ALEXANDER & ALEXANDER SERVICES, INC.

ALLEN·BRADLEY COMPANY

THE ALLEN GROUP, INC.
AIlen Group Electronics Puerto Rico; Inc.
The Allen. Group Canada Limited
The AIlen Group LeasingCorp,

.ALCOA

Registry of Subscribers
CPR Corpora.te Policy Statement on Alternatives to Litigation

,~,.I ~PFtL~GALPROGRAM
~ TOO EVE LO I' .A L TEA NAT 1 V EST 0 LIT I.G AT ION·

ABBOIT LABORATORIES .

AG PROCESSING, INC.
AGP,Grain Company

A. B. DICK COMPANY
Vid~jc;tSystems Intcmatio~~I._IDc,.

June 1992

ACHESON INDUSTRIES, INC.
Acheson Colloids

ADVAJ'jCEDMICRO DEVICES, INC.

ADOLPH COORS COMPANY
Coors Porcelain Company
Coors BioTech, .lnc.
Coors Distributing Company
Coors Energy Company
Coors Transportation Company
Golden Aluminum .Company
Graphic Packaging Corporation

ACME STEEL COMPANY
Alpha Tube Corporation
Universal Tool & Stamping Company. Inc,

ACE,HARDWARE CORPORATION
ACE Insurance Agency, Inc.
AHC Realty Corporanon

AETNA UFE & CASUALTY COMPANY
Aetna Ufe Insurance Company
The Aetna Casualty and Surely Company
The Standard Fire Insurance Company
The Automobile Insurance Company of Hartford, cr
American Re-Insurance 'Company
Aetna Life Insurance and Annuity Company
Federated .Investors, lnc.



ALLIED SIGNAL INC.

ALUED STORES CORPORATION'
Jordan Marsh
Maas Brothers
Stern's
The Bon

AMERICAN CYANAMID COMPANY
Brewster Phosphates
CYRO Industries
Glendale Oprical Company, Inc;.
Jacqueline Cochran. Inc. '
!i.hultQn, Inc.

AMERICAN EXPRESS COMPANY

AMERICAN FINANCIAL CORPORATION
Great American Insurance Company an~ subsidiaries
United Brands Company and subsidiaries
The Charter Company and subsidiaries
Great American Broadcasting Company and 'SUbsidiaries

AMERICAN FAMILY MUTUAL INSURANCE COMPAY
American Family Brokerage, Inc.
American Family Financial Services, Inc,
American Family Life Insurance Company

AMERICAN GREETINGS CORPORATION
Those Characters from Cleveland
Carlton Cards, Inc.
AG Industries. Inc.
Plus Mark, Inc.

AMERICAN INTERNATIONALGROUP,]NC.·
AICCO·
A.1. Global, Inc,
AIG Aviation, Inc.
AIO Capital Corporation
AIG Financial Products Corporation
AIG Funding, Inc.
AIG Global Investors, Inc.
AIG Life Insurance Company
AlG ),Aarketing. Inc.
AIG Overseas Finance. Inc.
AIG Realty, Inc.
AmericanInternational RcalryCorp.
Eastgreen. Inc.

AIG Risk Management. Inc.:
AIU Insurance Company
American International Heanncare. Inc~, .. ' ...
American International Underwriters ,Q>rpor,ation
American Home Assurance Company
AIG Hawaii Insurance Company. Inc.
American International Insurance Company

.c.American Jnternatjonal,Adjustmcn~,f:ompany,Jnc."

American International, Group DataCc:nt~r.lnc.

American International Life Assurance Co, ofNY
American International Reins.~f3~ceC.Qmpa.nyLid.
AlA (American International Assurance Co. Ltd.)
Australian American Assurance CompanyLtd,

American International Assurance Company Bennuda
Nan Shan Life Insurance Company, Ltd.

American lnrematicnal Life Insurance Co. Puerto Rico
AIUO (American Ioremanonal. UnderwrllersQversc:<tS-)
American International Insurance Co. of Ireland
Universal Insurance Co., Ltd.
Interamericana Campania de Segurcs Gerais (Brazil)

La Seguridad de Cemroamerica
Compania de Seguros, Sociedad Anonima
American International Insurance Co. of Puerto Rico
La Interamcrica Compania de seguros Generales S.A
America International Underwriters G.m.b.H.
Underwriters Adjustment Company. Inc.

American Life Insurance Company
Kenya American Insurance Company Ltd.
ALICO
Delaware American Life Insurance Company
Le Metropolitana de Seguros. Cipor A
National Union Lebensversicherungs

Birmingham Fire Insurance Compnay ofPennsylvania",
(:hina -AmencanInsurance Company, ud;
China American. ImernationalInsuranceCo.• Ltd.
Commerce and Industry Insurance Company
Commerce and Industry Insurance Company of Canada
Hawaii Insurance Consuhants; Ltd.
Insurance Company of the Stale of Pennsylvania."
Landmark Insurance Company
MI. Mansfic:ld Company. Inc.
National Union Fire Insurance COmpany ofPittsburgh
American International Surplus Lines Insurance Co.
Lexington Insurance Company
Japan International Accident &. Fire Insurance Co. Ltd.
National Union Fire Insurance Companyof.Louisiaria'"

NHIG Holding Corp.
Audubon Insurance Company
Audubon Indemnity Company
Agency Management CorpOration
The Gul! Agency, Inc.

New Hampshire Insurance Company
A.1. Network Corporation
Markerpac International. Inc.

American Fidelity Company
American Global Insurance Company
American International Oil &035' Corporation
Granite State Insurance Company
New Hampshire Indemnity Company,lnc.
Illinois National Insurance Co.
New Hampshire Insurance Servicesv.lnc,
UNAT. SA

PHILAM (Philippine American Lire Insurance.Co.)
Pacific Union Assurance-Company
Philippinc:American General Insurance Company. tnc.
Philippine American Assurance Company. Inc.
Philippine American Accident Insurance Company. Inc.

Philippine American ManagementandFinancingCo~lnc;
International Lease Finance.Corporation
AIO Trading Corporation
Transatlantic Holdings,Inc;
Rick-Specialist Companies. Inc.
licino Societa d' Assicurazioni Sulla Vita
Uebersec:bank, ~G.
UGC (United Guraruy Corporation)
United Guaranty .Residerulal. Insurance Co.'ofN.- C.
United Guaranty Residential Insurance Company
United Guaranty Commercial Insurance Co. or l'{~'C;

United Guaranty Commercial Insurance Company
United Guaranty Credit Insurance Company

United Guaranty Services. Inc.

AMERICAJ'Iol NATIONt\L CAN COMPANY

A.."-1ERICANPETROFIN'A, INC.
Fina Oil and Chemical Company

AMERICAJ""l STERILIZER COMPANY
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BEST PRODUCTS COMPANY. INC.

BETHLEIIEM STEEL CORPORA'f10N

BERNARD JOHNSON. INC.

Watauga"Stone Company

BELL ATLANTIC CORPORATION
The Chesapeake & Potomac Telephone Compani~"
New Jersey Bell Telephone Company
Bell of PennsylvanialDiamond State
Telephone Companies

Bell Atlantic Enterprises

BANKERS TRUST NY CORPORATION
Bankers Trust Company

BECHTEL GROUP, INC.

BAXTER INTERNATIONAL. INC.
Travenol Laboratories. Inc.
American Hospital,SuPPIYCorporation
Baxter Travenol World Trade

BASSETT FURNITURE INDUSTRIES, INC.
Bassett Furniture Industries of NC. Inc.
The E.B. Malone Corporation
Impact Furniture. Inc.

BEMIS COMPANY, INC.
Curwccd, Inc.
Hayssen Manufacturing Company
Milprim. Inc.
Morgan Adhesives Company (MACt3c) -

BELLSOUTH CORPORATION
BeltSouth Enterprises. Inc.
Bell South Services {nco
South Central Bell Telephone Company
Southern Bell Telephone &:;elegraph, Co.

BANCAL TRI.STATE CORPORATION
Bank of California

BANCORP HAWAII. INC.
Bank of Hawaii
First Federal Savings & Loan Assoc. of Amer.
First National Bank of Arizona
Hawaiian Trust Company
Bancorp Finance of Hawaii-Guam

BANKAMERICA CORPORATION'·

ATOCJlEM NORTH Ai\1ERICA CORPORATION

AVERY I~TERNATIONALCORPORATION

nerz L\.llORATORIES. INC.
Betz PapecChem. Inc.

AVON PRODUCTS, INC.
Giorgio Beverly Hills. InC."
Retirement Inns of America. Inc.
The Mediplex Group. Inc.
Parfums Stern Inc.

ATLM"flC RICHFIELD COMPANY
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Baltimore Aircoil Company, Inc.
SAC-Pritchard, Inc.

ARISTECH CHEMICAhCORPORATION

ARKANSAS BEST CORPORATION
ABf Freight System. Inc.
ABC-Trcadco. inc.

A.\1R CORPORATION
American Airlines. Inc.
AMR Services. Inc.
AMR Information Services. Inc.
AMR Eagle, inc.

ARVIN INDUSTRI~ INC.
Maremont Corporation
Calspan Corporation
Systems Research Laborarortes.uec.
Schrader Automotive. Inc.
Rolt Cooter. Inc.

ANGELICA CORPORATION
Angelica Healthcare Services;.Group. Inc;'
Angelica Uniform Group
Life Uniform & Shoe Shops

ANALOG DEVICES INC.

ANADARKO PETROLEUM CORPORATION

ARBITRATION MEDIATION INTERz.'Il'ATIONAL. INC.

A.\lERICAN TELEPHONE & TELEGRAPH

ASARCO.INC
American Limestone Company
Asarco Oil and Gas Company.vlnc.
Capco Pipe Company.' Inc.
Enthone. Incorporated
Federated Metals Corporation
The International Metal Company
Lone Star Lead Construction Corp.
Midland Coal Company

ANHEUSER.BUSCH COMPANIE..e;;; INC.
Anheuser-Busch. Inc.
Anheuser-Busch International. Inc.
Busch Agricultural Resources, Inc.
Busch Creative Services Corporation
Busch Entertainment Corporation-
Busch Properties, Inc.
Busch Industrial Products 'Corporation
Campbell Taggart, Inc.
Civic Center Corporation
Container Recovery Corporation
Eagle Snacks. Inc.
Manufacturers Railway Co.
Metal Container Corporation
St. Louis Refrigerator Car Company

A.\lOCO CORPORATION
Amoco Chemical Company
Amoco Oil Company
Amoco Production Company

. APPLE COMPUTER. INC.
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Betz Process Chemicals. Inc.
Beti Energy Chemicals. Inc.
BL Chemicals. Inc.
Ben Entec. Inc.
Betz Europe. Inc.
Bell. International. Inc.

BEVERAGE MANAGEMENT INC.

BINDLEY wESTERN INDUSTRIES. INC.
BW Food Distributors. Inc.
BW Transportation Services. Inc.
Special Services Company

BIRD, INC.
Bird Environmental Systems & Services.clnc;

BLACK & DECKER CORPORATION
Black & Decker (U.S.), Inc.

Eo Eo BLACK LTD.
Black Construction Corporation

BL.OCK DRUG COMPANY, INC.
Block Drug Corporation
Demeo, Inc.
Reed 8:. Camrick Pharmaceuucats
Reedco. Inc.
Stafford-Miller International. Inc.

BL.OUNT, INC.
Blount International. Lid.
Blount Energy Resource Corp.

BLUE BELL, INC.

BOEHRINGER MANNHEIM CORPORATION

BOEING COMPANY

BOISE CASCADE CORPORATION

BORpEN, INC.

BOURNS, INC.
Bourns Instruments, Inc.
Bourns Sensors/Controls Inc.
Bourns Networks. Inc.
Precision Monolithlcs, Inc.
Wendover Investments. Inc.

BOWATER, INC.

BRIGGS & STRATTON CORPORATION

Clairol Incorporated
The Deaden Company
Mead Johnson & Company
Monarch Crown Corporation
Squibb Corporation
Westwood Phamaceuncals. Inc.
Zimmer, USA

BROOKL.YN UNION GAS COMPANY
Advanced Energy Options. Inc.
Fuel Resources. Inc.
Gas Energy. Inc.
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BROWN.FORMANCORPORATION
Lenox. Inc.
Hanman Luggage Company
Jack Daniels Distillery. Inc.
Crouch & Fitzgerald
Athalon. Inc.

BROWN & ROOT, INC.

BROWNING.FERRIS INDUSTRIES. INC.
Cecos International, Inc.

BRUNSWICK CORPORATION
Brunswick Marine Group
Brunswick Marine Power
U.S. Marine
Sea Ray Boats
Brunswick Bowling· & 'Billiards ;COtp.
Letserv, Inc.
Vapor Corp.

BRUSH WELLMAN. INC.
Williams Gold Refining.Company
Technical Materials. Inc.
Bucyrus Blades. Inc.

BUDn COMP;.Nt'
Milford Fabricating Company
Waupaca Foundry. Inc.
Connelly Skis. Inc.

BUL.OVACORPORATION

BURUNGTON INDUSTRIES. INC.

BURL.lNGTON MOTOR CARRIERS'INC.

BURL.lNGTON RESOURCES. INC.

BUTL.ER MANUFACTURING COMPANY
Bucon. Inc.
NaturaliEelEPI. Inc.

CABOT CORPORATION

CALIFORNIA AND HAWAIIAN SUGAR COMPANY
Hawaiian Sugar Transportation Company

CAMCO INTERNATIONAL, INC.
LAwrence Technologies
NOWCAMSemces
Reda
Reed Tool Company .
Safety Technology & Oilfleld.Pooleclors

CANADIAN MARCONI COMPANY
Cincinnati Electronics Corporation
CMC Electronics, Inc. .

CAPITAL. HOL.DlNG CORPORATION
Commonwealth Life Insurance Company
Peoples Security Life Insurance Company,
Public Savings Life Insurance Company
National Liberty Corporation
ACI Financial Corporation
Worldwide Underwriters Insurance Company'



W. Systems Corp.
TeleSpectrum Inc.

Empire Cellular, Inc.
Telespectrum of Virginia. Inc_.
UTS Paging Company

Virginia Metronetc.Inc,
Richmond Cellular Telephone Co.

Centel Communications Company
Centel Financial Systems. Inc.
Centet Microwave Services,' Inc.
Telecommunications Service' Burea1J;:hlc~
Centel Facilities.Communications .

Centel Communications Systems. Inc.
Centel CrediFCO'mpanyj,'d",",,' ·'-i'{·';~~"';';'f-

Centel Directory Company
Centel Federal Systems. Inc.

Centel Federal Services Corp.
Centel Information Systems, Inc.
Centel Network Communications, Inc.
Centel Operator SerVices,;Ilic:~r'

Centel Supply Company
Centel Vldecpath, Inc.

CHEMICAL BANKING CORPORATION
Chemical Bank
Texas Commerce Bancshares. Inc.

CHASE MANHATTAN CORPORATION

CHUBB & SON INC.
Federal Insurance Company
Vigilant Insurance Company

CHICAGO PNEUMATIC TOOL COMPANY

CENTRAL LIFE ASSURANCE COMPANY
Midland Financial Savings. FSB
Park Leasing Company
Iowa Realty

CHEVRON CORPORATION
Chevron U.SA Inc.
Chevron Chemical Company
Chevron Research Company
Chevron Resources Company
Chevron Land and Development:Company
Chevron Shipping Compaoy
Chevron Pipeline Company
Chevron International Oil Company
Chevron OverseasPetroleum Inc,
Huntington Beach Co~pany

CENTRAL BANCSHARES OF,THESOUTll, INC.
Central Bancshares of the South~:'Inc.;'

Central Bank NA
Compass Bancshares, Inc.
Compass Bank-Houston
Compass Bank

CETUS CORPORATION·

CHRYSLER CORPORATION

CERTAINTEED CORPORATION

CENTRAL VERMONT PUBLIC SERVICE
CORPORATION
Connecticut Valley Electric Conipany, toc.:
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CENTEL CORPORATION
Central Telephone Company

Central Telephone Co. of Florida
Central Telephone Co. of Illinois
Central Telephone Co. ofVirginia

Central Telephone Company of Ohio
Center-Texas. Inc.

Central Telephone Co. of Texas
Telccn. Inc.

Centel Capital Corporation
Centel Cellular CO. of Alabama
Ccntel Cellular Company

Centel Cellular Co.' of Laredo
Ccntel Cellular Co. or-Petersburg
Centel Cellular Co. of Sioux City
Centet Cellular Co. of Greensboro
Centel Cellular Co. ofCharlouesvilie
Cenrel Cellular Co. of Florida
Centel Cellular. Co. of Hickory
Ceruel Cellular Co. of Iowa
Ceruel Cellular Co; of Peoria
Cemel Cellular Co. of.South Carolina.
Ccnrel Cellular Co. of Virginia

Ccnret Cellular Co. of Lynchburg

CECO INDUSTRIES. INC.
The Ceca Corporation

. -', ...•

CDICORP
COl Corporation
COl Marine Company
COl Temporary Services. Inc.
COl TranspcrtatjonGroup.ilnc.
CompD.l\ta Services Corporation
Management Recruiters International. Inc.
Midwest TechnicakInc,
Modem Engineering'Service Co,
Stubbs Overbeck & Associatesc.lnc.

CASCHEM. INC.

CARTER HAWLEY HALESTORES;'INC.
Thalhimes Brothers.' Inc;

CARPENTER TECHNOLOGY CORPORATION

CAROLINA POWER & LIGHT COMPANY

Carrier Computer Services.Tnc,

Capital Initiatives Corporation
First Deposit Corporation

CATERPILLAR. INC.
Caterpillar Industrial, Inc.
Solar Turbines;' Inc.
Caterpillar Financial Services Corporation

CAROLINA FREIGHT CORPORATION
Carolina Freight CarriersCorporation
G.I. Trucking Company,'-Inc..
Red Arrow Freight'Llnes.tlnc.

CARNATION COMPANY

CARDINAL A.\1ERICAN CORPORATION
Production Experts, Inc.
Butler Products. Inc.
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Pacific Indemnity Company
Great Northern Insurance Company

CIGNA CORPORATION

CINCINNATI FINANCIAL CORPORATION
Cinli Casually Company
Cinti Life Insurance Company
CFC Investment Corporation

CINCINNATI ~1I1.ACRON INC
Cincinnati Milacron Marketing ,Company;:
Sano Inc.
International Laser Machines In" ..•...•...
LK Tool USA Inc.
Chesapeake Laser Systems Inc.

CITISTEEL USA. INC.

cmZENS SECURITY GROUP,clNC.
Citizens Security Mutual Insurance' Company
Citizens Fund Insurance COmpany

CITY FEDERAL SAVINGSCBANK .
City Consumer Servicesrlnc.
Cityfed Mortgage Company
City-Fed EqUivesi. lnc.
City Insurance Services. Inc.
City Trust Services. N.A

CI.ARCOR
Baldwin Filters
J. L. Clark

CLAYTON CORPORATION
Convenience Proc:1ucts~:lnc.:' '

CLEVELAND-CLiFFS INC.
The Cleveland-Cliffs Iron Company
Picklands Mather & Co.

CLEVELAND CLINIC FOUNDATION

CLOROX COMPANY
TIle Household Products Company
The Kingsford Products;CQmpany
Food Service Products Company
Deer Park Spring wetee.jne.
The HVR Company
Prince Castle. Inc.

CMS ENERGY CORPORATION
NOMECO
Consumers Power Company
CMS Generation.Company

COASTAL LUMBER COMPANY.
Coastal Lumber International
Coastal Lumber Company-of l\fiss,i;;Sippi

COATS & CLARK INC.
Dynacast Inc.
Susan Bates. Inc.

COCA-COLA COMPANY

COLGATE-PALMOLIVE COM~ANY

Hill's Pel Products. lnc.
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Princess House. Inc.

COLLINS INDUSTRIES
Capacity ofT~ Inc.
Collins Bus Corporation
Collins Ambulance Corporation
Mobile Tech Corporation
Wheeled Coach Industries. Inc.
World Trans. Inc.

COLUMBIA GAS SYSTEM, INC. .
Columbia Gas System Service CorpcJratiQn
Columbia Gas Transmission .Corpcrauon
Columbia Gas of Ohio. Inc.
Columbia Gas Development Corporation
Columbia Gulf Transmission Company

COLUMBIA NITROGEN CORPORATIONINIPRO, INC

COMMONWEALTH EDISON COMPANY
Commonwealth Edison Company.:of Indiana; Inc.
Commonwealth Research Corporation.i,
Concomber. Ltd.
Coller Corporation
Edison Development Canada. Inc.
Edison Development Company

COMMUNICATIONS EQUITY ASSOCIATES. INC'

COMDISCO INC.
Comdisco Disaster Recovery Services
Comdisco Resources. Inc.
Comdisco Data Services. Inc.

CONSOLIDATED NATURAL·GAS.COMPANY
The Peoples Natural Gas Company
Hope Gas. Inc.
Consolidated Gas Transmission Corporation
CNG Producing Company;
CNG Development Company
Consolidated Natural Gas Service Company

CONSTAR INTERNATIONAL, INC.
Sewell Plastics, Inc.

CONTINENTAL BA/'IK CORPORATION
Continental Bank, N.A.; .

CONTINENTAL CORPORATION
Accord Holding. Inc.
AFCO Acceptance Corporation
AFCO Service Inc.
AFCO Agent Service Corporation
AFCO Credit Corporation ~

All American Marine

Bayside Reinsurance Company Limited
Boston Old Colony Insurance Company
TIle Buckeye Union Insurance COmpany.
Casually lnsuranee Company

"CommercialInsurance Company' of-Newark.iNxl,
Continental Asset Management Corp.
Continental Guaranty & Credit.Corporation
The Conrinenral Insurance Company
The Conrinenral Insurance Company ofNeW,Jct¥Y
Conunernal Lloyd's .. Insurance-Company ..
Comlnernal Re Management.Inc.
Conrinemat Rehabilitation Resources; Inc.
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DELUXE CORI'ORATIOl'l
Deluxe Data Systems. Inc.
Current. Inc.
Colwell Systems. Inc.

DEGUSSA CORPORATIOl'l
Metz Metallurgical Corp.
Degussa Carbon Black Corp.
Nilok Chemicals. Inc.

DANA CORPORATION

TilE DIAL CORI'
The Dial Corporation
Purex Corporation

DAY INTERNATIONAL CQRrO.~rJO~.

Allen Industries. Inc.
Beneplan Strategies
L.E. Carpenter & Company
Colonial Rubber Works. Inc:,,:
Faulkner Plastics, Inc.

DAYTOl'l IIUDSOl'l CORI'ORATlOl'l
Dayton Hudson Deparment Store Comploy
Lechmere
Mervyns
Targei

DEl'ITSI'LY Il'ITERl'IATIOl'lAL me.

DEl'INISOl'l MAl'IUFACTURll'IG COMI'Al'/Y
Dennison Computer Supplies., Inc;':
Dennison Monarch Systems. Inc.
Dennison National Company. Inc.
Dunn Paper Company

DEl'Il'Iis CHEMICAL COMI'ANY
Diversified Compounders ;

DEERE & COMPA!'IY
John Deere Company
John Deere Credit
John Deere Industrial Equipment Company
John Deere Insurance Company
John Deere Life Insurance Company
John Deere Power Products
John Deere Technologles.dnternarional,
Funk Manufacturing Company.
Heritage. National Healrhplan.

DEL WEBB CORI'ORATlOl'l
Del Webb California Corp.
Del Webb Communities. Inc.
Sun City Las Vegas
Sun City Tucson

DEKALB GEl'IETICS CORI'ORATION
DEKALB·Pfizer Genetics, loc.,:.-
DEKALB Swine Breeders. Inc,
DEKALB Poultry Research, Inc.

DEKALB El'IERGY COMPAl'/Y

DETROIT EDISOl'l COMPA!'IY
SYl'IDECO, Inc,

,DELTA AIR Ul'IES Il'Ie.
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COl'lWOOD COMI'Al'/Y LI'

CONTROVDATA CORI'ORATIOl'l

COOI'ER Il'IDUSTRIES, Il'Ie.

COOI'ER TIRE & R.UBBERCOMI'Al'/Y

COPPERWELD CORI'ORATlOl'I
Copperwetd Steel Company
Copperweld Bimetallics Products Company
Ccpperwetd TUbing Products Company

CROMI'TOl'l & Kl'IOWLES CORI'ORATlOl'l
HES. Inc.
Ingredient Technology Corporation..
Ortex Chemicals Corporation

CROSS & TRECKER CORF:ORATJOl'l
Cross Company
Kearney Trecker Corp.
Warner & Swasey Company
Tychoway Bearings Company
Roberts Corporation
Alliance Systems Corporation

CROWN CENTRAL PETROLEUM CORPORATIOl\l.
Fast Fare. Inc.

CTS CORPORATIOl'l

DAN RIVER INC.. CHEMICAL PRODUCTS DIVISION

-Conlinental Reinsurance Corporation':',"
The CPI Group Incorporated
CPI Pension Services. Inc.
Ctek. Inc.
The Fidelity and Casualty Company of New York
Firemen's Insurance Company of Newark. New Jersey
Fi~1 Benefit Insurance Producers. Inc.
First Benefit Services. Inc.
First Commercial. Life .lnsurance.Ccmpeny.
First Fire and Casualty lnsurance.cf Hawaii.. Inc.
FlrstIndemrnry Insurance of Hawaii, Inc,
First Insurance Company:of Hawaii. I .td.
The GlensF~lIsl~stl~ll,~,:SODlpany

Insurance COmPany
Hull and Cargo Surveyors, Inc.
lnsurnet, Incorporated
International Central Bank and Trust Corporation
Kansas City Fire and Marine Insurance Company
The Maiden lane Syndicate Inc.
Marine Office of America Corporation"
The Mayflower Insurance Company. Ltd"
National-Ben Franklin Insurance CompanyoLI1Iinois
Niagara Fire Insurance Company
Pacific Insurance Company
Puerto ,Rican-American:I~urancc'Company

Security National Life Insurance.Company
Settlement Options. Inc.
The South Place Syndicate Inc.
TCC Acquisition Corp.
TCC Properties. Inc.
UAC Rehabilitation International. Inc.
Underwriters Adjusting Company
United States P.&I. Agencyslnc.
Workers Compensation and Indemnity Company of

California
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Greyhoued Financial Corporation
Greyhound Lines or<C3nada. ·Ud.'
MOIOI" Coach Industries. Inc.
Transportation Manufacturing Company
Consultants & Designers. Inc.
Travelers Express Company. Inc.
Restaura. Inc.
Glacier Park, Inc.

DIA.\10ND SHAAfROCK. INC
Autotronic Systems. Inc.
Diamond Shamrock Refining and Marketing Co.
Diamond Shamrock Stations. Inc.
Industrial Lubricants Co.
NOAh American InTeleCom. Inc.
PetrosCbem Environmental Services. lnc.:
Sigmor Corporation

DIANA CORPORATION
Entree Corporation
Farm House Foods Corporation
Retailing Corporation 'of America
Atlanta Provision Company, Inc;
Pill & Puff: Wil-Car.Enterprises
Economy Dry Goods
Convenient Food Mart

DIEBOLD. INC.
Diebold Credit Corporation
Diebold Finance Company

DIGITAL EQUIPMENT CORPORATION

R. R. DONN ELLEY & SONS

DOVER CORPORATION
Dover Elevator International
Dover Diversified
Dover Industries
Dover Resources
Dover. Technologies

DOWIiLANCO
United AgriSeeds. Inc.

DR PEPPER/SEVEN.UP COMPANIES, INC.
,Premier Beverages. Inc.

DUKE POWER COMPANY
Crescent Land & Timber Corporation
Mill Power Supply Company

Eo I. DUPONT DE NEMOURS & COMPANY
Conoeo Inc.

Remington Arms Company

E,\GLE.PICIIER INDUSTRIES. INC.

EAST 01110 GAS COMPA.."'"

EATO:'ol CORPORATION
Ecton-Kenway, Inc.

EBCO MANUFACTURING COMPAr.'-Y

ECIILlN INC.
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Ace Electric Company, .Inc.
Automotive Controls Corp.
Beck/Amlcy World parts Corp.
BWD Automotive Corporation
Midland Brake. Inc.
Brake Parts. Inc.

EG&G.I;'I;C.
EG&G Astrophysics ResearcnCcrporanon.
EG&G Automotive Research. Inc.
EG&G Canada. Ltd.
EG&G Chandler Engineering Company
EG&G Energy Measurements.. Inc.
EG&G Flow Technology
EG&G Florida. Inc.:
EG&G Gamma Scientific, Inc.
EG&GGmbH
EG&G Idaho. Inc.
EG&G Instruments. Inc.:
EG&GlnterTech. Inc.
EG&G Ireland. Ltd.
EG&GJapan. Inc.
EG&G Judson Infrared. Inc.
EG&G KT Aerofab,

EG&G Ocean Products, .Inc.
EG&G Pressure Science. Inc.
EG&G Power Systems. Inc.
EG&G. SA
EG&G Sealol, Inc.
EG&G. LId.
EG&G. SpA
EG&G Structural Kinematicsrlnc.
EG&G Services, Inc.
EG&G Special Projects. Inc.
EG&G Ventures. Inc.
EG&G Washington Analytical Services: Center.unc,
Crosby Drive Investments, Inc.
Frank Hill Associates. Inc.
GeoMetries. Inc.
Pressure Science U.K.. Ltd..
Rericon Corporation
Reynolds Electrical & .Engineering Co.•.Inc..
Torque Systems. Inc.
Vactec. Inc.
Wakefield Engineering. Inc.
Wright Components.dnc.

. ELCOR CORPORATION
Elk Corporation of America
Elk Corporation of Alabama
Elk Corporation of Arkansas
Elk Corporation of Texas
Chromium Corporation

Onloff Engineers. Lid.
Mosley Service Corporation

ELDEC CORPORATION

ENGRAPH.IN<;:.
The Morrill Press; Inc.
Package Products Company
Screen Art, Inc.
Standard Cap & Seal. Inc.
Rixie

"Patton
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A. EPSTl':I;'I: A......n SONS INTERNATIOSAJ..,;" INC
Epstein Consrrucncn.Tnc•.·.,
A. Epstein and Sons. Inc.
Epstein Process Engineering. .lnc.
Epstein Civil Engineering. Inc.
Architectural Intertors; Inc.
Epstein Material Handling Engineering. Inc.
Epstein Engineering-Expert, :Ltd';
Com purer Technology Managementc.lnc.
Epstein Engineering, Inc.

ESTEE LAUDER INC.

EXIDE CORPORATION

FABRI-CENTERS OF AMERI~JNC.
Jo-Ann Fabrics
Best Fabric Outlet
House of Fine Fabrics
Cargo Express

FALCON TOOL COMPANY

FARM & !lOME FINANCIAL CORPROATION
Farm & Home Savings Association
Caltrop Corporation
Farm & Home Funding.Corporation
Farm & Home Funding CorporationU
Lakewood Oaks. Lid.
Consolidated Agencies of Texas
Consolidated Insurance Service

FARM !lOUSE FOODS CORPORATION

FARMERS INSURANCE GROUP OF COMPANIES

FEDDERS CORPORATION
Fedders NOr1h America, Inc.
Columbia Specialties. InC. .
Rotorex Corporation

FEDERAL EXPRESS CORPORATI01'l

FEDERAL PAPER BOARD COMPANY. INC.

FEDERAL SIGNAL CORPORATION
Emergency One. Inc.
Elgin Sweeper Company
Dayton Progress-Company
Aurocall. Inc.
Federal APD, Inc.

FEDERAL-MOGUL CORPORATION
The Mather Company
Huck Manufacturing Company
Federat-Mogal wortd Trade. Inc.

FEDERATED DEPARTMENT STORES
Abraham and Strauss
Bloomingdale's
Burdincs
Goldsmith's

LaZZIruS
Rich's
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FIREMAN'S FUr-;D INS,URAr,oiCE'COMPA."lIES
American Insurance.Company
American Automobite-lnsurance Company,
Associated Indemnity Corporation
Interstate National.Corporation
National Surety Corporation

FIRESTONE TIRE & RUBBER COMPANY ,

FIRST B,"'1K SYSTEM, INC.
First Bank NationalAssociationsMinnesota

First Bank of South
First Trust National Association. Mlanescta
First Bank, Billings
FBS Mortgage Corporation
FBS Business Finance Corporation
FBS Insurance

FIRST BRANDS CORPORATION

FIRST CHEMICAL CORPORATION

FIRST CIJICAGO CORPORATION
The First National Bank of Chicago

FIRST crrv BANCORPORATION OF TEXAS. INC.
First City, Texas Member Banks
Collecting Bank. N.A.
First City Asset Servicing

FIRST INTERSTATE BANKS
First Interstate Bank of Dallas

FIRST MARYLAND BANCORP
First National Bank of Maryland
First Omni Bank. N.A.
First Manufactured Housing 'Credit Corporation .:

FIRST NATIONAL SUPERMARKETS; INC.

FIRST WACHOVIA CORPORATION
The Wachovia Corporation
Wachovia Bank & Trust Cc., NA
First Atlanta Corporation
First wechovia Corporate Services, Inc.
First Wachovia Trust Services. Inc.

FIRSTAR CORPORATION
Firstar Banks
First Wisconsin Banks
Elan Insurance Services. 106
Elan Invesrmem Services. Inc.

FLEElWooD ENTERPRISES; INC.
Fleetwood Homes of Califomia.Tnc.
Fleetwood Homes of Florida, Inc.
Fleetwood Homes of Georgia.. Inc.
Fleetwood Homes of Idaho, Inc.
Fleetwood Homes of Indiana. Inc.
Fleetwood Homes of Mississippi, Inc,
Fleetwood Homes of North.Carolina.tlnc.
Fleetwood Homes of Oregon. Inc.
Fleetwood Homes of Pennsylvania. Inc,
Fleetwood Homes-of TennesseecInc.
Fleetwood Homes of Texas, Inc.



Fleetwood Homes of Virginia. Inc.
Fleetwood Homes of Washington. Inc.
westfled Manufactured Homes,"(nc.
Fleetwood Motor Homes of Califomia.-Inc.
Fleetwood Motor- Homes of Indiana~lnc.·

Fleetwood Motor Homes of-Penesylvania.clnc.
Fleetwood Travel Trailers of'Califomia;. Inc.
Fleetwood Travel Trailers of Indiana. 'Inc.
Fleetwood Travel Trailers of Maryland. Inc.
fleetwood Travel Trailers of.Nebra'ska~;Inc.
Fleetwood Travel Trailers of Ohio. Inc.
Fleetwood Travel Trailers of Oregon. Inc.
Fleetwood Travel Trailers of Texas; 'InC.
fleetwood Travel Trailers of Virginia..'Inc.
Fleetwood Canada Limited
Fleetwood Folding Trailers. Inc.
Gold Shield Fiberglass,' Inc.
Gold Shield Fiberglass of Indiana. -Inc.
Hauser Lake Lumber Operation.Tac,

", ';
Housing Supply. Inc.
ev. Aluminum, Inc.
Fleetwood Credit Company

FLEMING COMPANIES. INC.
Dixicland Food Stores, Inc.
Malonc & Hyde. Inc.
Godfrey Company
Sentry Foods. Inc.

FLORIDA ROCK INDUSTRIES. INC.
Virginia Concrete Corporation
The Arundel Corporation
Maryland Rock Industries. Inc.

JOHN FLUKE MFG. CO.. INC.

GAY TOYS. INC.

GEICO CORPORATION
Government Employees Insurance Company
GE1CO General Insurance Company
GEICQ Indemnity Company

GENERAL ALUM & CHEMICAVCORPORATION

GENERAL CINEMA CORPORATION
General Cinema Theatresc-lnc,

GENERAL DYNAMICS CORPORATION

GENERAL ELECI'RIC COMPANY

GENERAL INSTRUMENT CORPORATION
General Instrument Corporation
American Totalisator Company. Inc.
CableIHomc Ccmmunkanons Corp.
TOCOM.lnc.
Dalmo Victor. Inc.

GENERAL MILLS, INC.

GENERAL MOTORS CORPORATION

GENERALPUBUC UTILITIES CORPORAITON
OPU Service Corporation
GPU Nuclear corporation
Jersey Central Power&;LightCompariy
Metropolitan Edison Company
Pennsylvania Electric Company
Energy Initiatives. Inc.
General Portfolios Corporation

FMC CORPORATION

FORD MOTOR COMPANY
Ford Aerospace. Corporation
Ford Motor Credit Company
Associates First Capital Corporation
United States Leasing International. Inc.
The AInerican Road Insurance 'Company
Ford Motor Land Development .Corporation
First Nationwide Bank
Ford New- Holland. Inc.

GENERAL RE CORPORATION
General Reinsurance Corporation
General Reassurance Corporation
Nonh Star Reinsurance
Herbert Clough, Inc.
Genstar Management
Genesis Underwriting Management

GENERAL SIGNAL CORPORATION

GEORGIA GULF CORPORATION

FRUEHAUF CORPORATION GEORGIA PACIFIC CORPORATION

FUQUA INDUSTRIES. INC. GIANT FOOD. INC.

GIBRALTAR FINANCIAL CORPORATION
Gibralter Savings
Gibratter Savings, FA.

GAF CORPORATION
GAF Chemicals Corporation
GAF Building Materials Corporation

c·· ····c· ..- w.· c ,...... ·························c·······cc·cc··Gibiiihei IMaiiai~emeii,fofPioperties;-II'c:-

GATES CORPORATION
The Gates Rubber Company
Oates Energy Products. lnc..
Gales Formed-Fibre Products. Inc.
Gates Power Drive Products

GATX CORPORATION
American Steamship Company.
OATX Leasing Corporation
GATX Terminals Corporation
General American Transportation-Corporation

GIFFORD·IIILL & COMPANY. INC
Gifiord-Hill Cement Company
Gifford-Hill Cement Company of South Carolina
Gifford-Hill Cement Company of Texas
Amcord. Inc. . .
Gifco Properties. Inc.

GIW INDUSTRIES. INC.

GOLD KIST. INC.
Agratech Seeds Inc.
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Carolina Golden Products. Inc.'
GK StOI':=5. Inc.
Golden Poultry Company, Inc.
Luker Inc.

B.F. GOODRICH COMPM'Y
Tramco. Inc.
Tremco. Inc.

GOODYEAR TIRE & RUBBER COMPA.:.'"Y

Bruck Plastic Company
Burton Rubber Processing. Inc.
Cadillac Plasnc Group
Colonial Rubber Works. Inc.
Day International Printing Products 'WorldWide
Day International Textile Products Wo.r1dwide,;In~

Gow & Hanna. Inc.
Iron Ore Company of Canada
PMS Consolidated
Southwestern Chemical Services

GRACO INC.
Lockwood Technical Inc.
Graco Robotics Inc.

GRAND TRUNK CORPORATION
G.T.W. R.R. Company
C.V. R.R. Company
DW&P Rly Company

GRAPHIC CONTROLS CORPORATION

GREAT AMERICAN INSURANCE COS.

GREAT LAKES CHEMICAL CORPORATION

HANOVER INSURANCECOMPANY
Insurance

HANSECO
John Hancock Indemnity Company
John Hancock Property &. Casualty tnscreeee.Co.
John Hancock Reinsurance Company

HARLEY ·DAVIDSON. INC;
Holiday Rambler Corporation

HARLEYSVILLE INSURANCE COMPANIES
Atlantic Insurance Coffipat1yofSavaonah
Harleysville Insurance Company.:of.New.'Jersey:
Harleysville Life insurance Company
Huron Insurance Company
Worcester Insurance Company

GREAT LAKES CONSTRUCTION COMPANY

GREAT WEST CASUALTY COMPMY

GROUER. INC.

IIARNISCHFEGER INDUSTRIES, INC.
Harnischfeger Corporation
Beloit Corporation
Syscon Corporation
Harnischfeger Engineers. Inc.

IIEWLETT-PACKARD

HARTZ MOUNTAIN CORPORATION
Hanz Mountain industries. Inc.
Georgia-Tennessee Mining & Caemtcat.Company
Harmon Publishing Company, Inc.
Stem Publications. Inc.

HEINEN'S INC.

HAUSERMAN. INC.
Sunarhauserman. Inc.

HERSHEY FOODS CORPORATION
Hershey Chocolate U.S.A
Hershey Pasta Group

HARVEST STATES COOPERATIVES
Terminal Agency, Inc.
Country Hedging,lnc.

HERCULES. INC.

HEMPHILL BROTHERS. lNC.

HARSCO CORPORATIONGROW GROUP. INC.
Devoe & Reynolds Company
Ameritone Paint Corporation
Consumer & Professional Products <:i~oup,:

GRUMMAN CORPORATION

IIA1.,INC.
Hawaiian Airlines. Inc.
West Maui Airport, Inc.

GTE CORPORATION

GULFSTREAM AEROSPACE CORPORATION.
Guifsrream Aerospace Corporation

GUARDIAN INDUSTRIES CORPORATlO:,/

GUY F. ATKINSON COMPANY OF CALIFORNIA
Atkinson Dynamics
Guy F. Atkinson Construction Company.
Atkinson Systems
Comco Pipe & Supply Ltd.
Lake Center Industries
Monterey Construction Company
Tyger Construction Company Incorporated
Walsh Construction Company

M. A. HANNA COMPANY
Allied Color Industries. Inc.
Avecor. Inc.
BenePlan Strategies. Inc.

IIILLENBRA..!'lD INDUSTRIES
American Tourister. Inc.
Salesville Casket Company; Inc.'
The Forethought Group. Inc.
Hill-Rom Company. Inc.
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Medeco Security Locks. Inc.
SSI~MediL3t Services, Inc.

IIILLS DEPARTMENT STORES•.INC.
Hills Stores Company
Canton Advcnising ;
Corporate Vision. Inc.
CRH International
Interstate Leasing Corporation
Rudnick. & Sons, Inc.

HILTON HOTELS CORPORATION
Hilton Inns. Inc.
Hilton Suites.
Conrad International Hotels Corporation
Hilton Nevada Corporation

H1MONT.INC
Hlmom U.SA. Inc.

1I0ECHST CELANESE CORPORATION

1I0FFMANN·1..A ROCHE INC.

HOME LIFE INSURANCE COMPANY
Home Life.FinancialAssurance Company
»rs. Griifith
Sentra

1l0MEFED BANK
Home Capital
HomeFed Insurance Services
Nationwide Lending

HON INDUSTRIES INC.
BPI Inc.
Corryi-liebert Corporation
Heatilator Inc.
Helga Inc.
HON Export Limited
Ring King :V.isibles,Jnc.
The Gunlock.e Company
The Hon Company
XLM o,mpany

HONEYWELL. INC.

HOUSEHOLD INTERNATIONAL

1l0WARD CORPORATION

J. M. HUBER CORPORATION
AVEX Electronics Inc.
Underground Warehouses. Inc.

IDEX CORPORATION
Viking Pump
Srrippit
Warren Rupp
Lubriquip
Vibratech
Band-It

IDS FINANCIAL SERVICES. INC.
IDS Life Insurance Company
IDS Certificate Com pay
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IDS Bank & Trust
IDS Securities Corporation

ILLlI'OIS POWER COMPANY

IMO INDUSTRIES, INC.
varo. Jnc.
Baird Corporation
Warren Pumps, Inc.

IMPERIAL HOLLY CORPORATION
Holly Sugar Corporation

INB CORPORATION
INB National Bank
INB National Bank. Northwest
INB Banking Company
INS Leasing, Inc.
INS Monage Corporation
INS Brokerage Services.-hie.

INDlAl'A FARM BUREAU COOPERATIVES
ASSOCIATION. INC.
FarBest. Inc.
Indiana Commodities, -Inc,
Agral.Jnk. Inc.

INGERSOLL·RAl'D COMPANY
Schtage Lock Compay
The Torrington Company
The NO Corporation

INLAND STEEL INDUSTRIES, INC.
Inland Steel Company
Jos. T. Ryerson &. Son. Inc.
Tun Metals

INSILCO CORPORATION
CCG Division
Curtis Manufacturing
DAC Easy. Inc.
Dual-Lite, Inc.
Rolodex Division
Signal Transformer Co.• Inc.
Sinclair Paint Company Division
Steel Parts Corporation'
Stewart Connector System. Inc.
Stewart Stamping Corporation
Taylor Publishing Company
Thermal Components Division
Valentec International Corporation

INTEL CORPORATION

INTERCRAFT INDUSTRIES. L.P.

INTERMEDICS. INC.
CarboMedics. Inc.
Calcitek. Inc.
Intermedics Orthopedics. Inc.

INTERNATIONAL BUSINESS MACIIINES(IBM)
IBM Credit Corporation
Rolm Corporation

IRVINE COMPANY
Irvine Office Company
Irvine Hotel Company



1'1
Bach-Simpson. Ltd.
Beehive Machinery, Inc.
Diehl Machines
Fulton Iron Works Company
Glit
Hamilton Precision Metals
Kary-Seghe~,··.lnc:.;,

Labour Pump Company
Maldan Corporation
Panhandle Industrial.Company; InCi
Peters Machinery Company
Quality Food Machinery. Inc.
8.M. Roo' Company

'"""/~"'~!'"~"'~'" "U1 T ...<:'~;.h'WOOd."Presc:t'Vtng~Ctim~hY;-Z:f:',"¥"h":~' :Fr~~n,,".f'':'·F:'-'C'·''

KINETICS TECHNOLOGY INTERNATIONAL CORPORATION

KIMBALL INTERNATIONAL, INC
Kimball Office Furniture Company
National Office Furniture Company
Anee
Kimball Health Care Company
Kimball Keyboard Products
Kimball Furniture Reproductions.'lnc.:·;'·
Kimball Hospitality .Furniture

.Jasper Plastics
ToolPro
Kimball Electronicss.lnc. ,

KEYSTONE FOODS CORPORATION
Equity Meat Corporation
M&M Restaurant Supply
C&S Foods
w. Jackson Can Technology',cehter
Key Fresh Foods

KENNEDY VAN SAUN CORPORATION

KENDALL COMPANY, '
Kendall Healthcare Products Company
Polyken Technologies

KELLOGG COMPANY
Fearn International, Inc.
Mn.. Smith's Frozen Foods

Waldom Electronics. Inc.
Walsh Press Company

KOLENE CORPORATION

IV INTERNATIONAL CORPORATION
RyderlP-I-E Nationwide. Inc.
C. Brewer and Company Limited
Bigger Brornera.lnc.
Unijax. Inc.
Conversion Systems. Inc.
International Mill Service, Inc.

JOSLYN CORPORATION
ADK Pressure Equipment Corporation
Air-Dry Corporation of America:
Joslyn Canada, Inc.
Joslyn Clark Controls, Inc.
Joslyn Electronic Systems Corporation
Josfyq, Foundation
Joslyn Hi-Voltage Corporation.
Joslyn Manufacturing Company
Joslyn Power Products Corporation
Sunbank Elecrronics.tlnc,
Sunbank Family of Companies, Inc.

lIT Consumer
lIT Gilfillan. Inc.
lIT Higbie Manufacturing Compariy
ITI Lester Industries. Inc.
ITT .Rayonler Incorporated
The Sheraton Corporation
United States Transmission Systems,lnc;

Irvine Retail Properties Company
Irvine Industrial Company
Irvine Community Builders
Foothill Community Builders
Coastal Community Builders
Irvine Pacific
Irvine Land Management Company
Irvine World News

JOHNSON CONTROLs
Hoover Universal, Inc.
Johnson Controls Intemalional) inc,
Nihon Johnson Controls Company, Ltd.

117 CORPORATION
Federal Electric Corporation
Hartford Fire Insurance. Company

JACK ECKERDCORPORATION

JOSTENS, INC.

JOY TECHNOLOGIES INC
Ecolaire Incorporated
Joy Energy Systems Inc.

LACLEDE STEEL COMPANY
Laclede Chain Manufacturing Company'
Laclede Mid America, Inc•.

LAMSON & SESSIONS COMPANY

LEARJETINCORPORATED
KAlSER ALUMINUM & CHEMICAL CORPORATION

KAlSER STEEL RESOURCES. INC
Kaiser Steel Land Develcpmem, Inc,
Kaiser Eagle Mountain. Inc:
Kaiser Waste Treatment, Inc.
Kaiser Steel Corporation

KAlY INDUSTRIES, INC.
Airtronics
American Shoe Machinery. Company

LEASEWAY TRANSPORTATION CORPORATiON
Anchor Motor Freight, Inc,
Custom Deliveries, Inc.
Gross & Hecht Trucking Service. Inc.
Leaseway Deliveries. Inc. . .
Leaseway Motorcar Transport Company
Midwestern Dlsrribution.. Inc,
Nu-Car Carriers, Inc.
Signal Delivery Services. Inc.
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LUKENS INC.

MALLINCKRODT

MAYTAG CORPORATION
Admiral Company
Jenn-Air Company
Magic Chef Company
Maytag Company
Maycoe Appliance Parts & Service Company
Dixie-Narco. Inc.
Domicor. Inc.
Hoover Company

MARYLAND CASUALlY. COMPANY,
Northern Insurance Ccmpanyof-New YQrk
Assurance Company of America
Valiant Insurance Company
Steadfast Insurance Company
Advanced Technology Systems, Inc.

Pacific Valves
Powers Process Controls

MASSACHUSETTS MUTUAL LIFE INSURANCE COMPANY

Escanaba Paper Company
Forest Kraft Company
Mead Data Central Inc.
InroSource. Inc.
Mead Data Central International•. Inc.
Mead Environmental Improvement Corporation
Mead Realty Group. Inc.
Mead Leasing Company
Mead Packaging International. Inc.
Mead Panelboard. Inc.
Mead Pulp Sales. Inc.
Mead Real Esrate Invesrtnerus.clnc.

MCNALLY PITTSBURGII, INC.·
Kennedy Van Saun Corporation

MCKESSON CORPORATION
Corporation of America
Crocker Plaza Company
First Aid. Inc.
Garrett-Hewitt International. Inc.
Gentec Health Care. Inc.
Johnson Drug Co.
Lone Star Veterinary Supply-Co,
McKesson Envirosystems Company.ofPuerto-Rico, Inc..
Mutual Supply Company
S·P Drug Co.
Spectra Industries, Inc.

MCI COMMUNICATIONS
MCI Communications Corporation',

MCDONNELL DOUGLAS, CORPo.RATION·

MCDONALD & COMPA.'Y SECURITlEAIN<;.

MARLEY COMPANY
Marley Cooling Tower Company
Layne-Western Company. Inc.
Engineers & Fabricators,-,~~.

Weil~McLain

Marley Pump Company
Marley Electric Heating
Layne and Bowler
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MAPCO INC.
MAPCO Coal Inc.
MAPCO Gas Products Inc.
MAPCO Petroleum' Inc.
MAPCO Transportation Inc.

LONZA INC.

ELI LILLY & COMPANY
Advanced Cardiovasc~larSystcms. Inc.,
Cardiac Pacemakers. Inc.
Devices for Vascular Imervemion. rne..
IVAC Corporation
Eli Lilly International Corporation
Physio-Control Corporation

Energy Coatings Company
Cathodic Protection Services Company
Simplicity Engineering. Inc.

LEVITZ FURr<ITURE CORPORATIOS

LINCOLN NATIONAL CORPORATION
Lincoln National Life Insurance Company

MARK CONTROLS CORPORAtION
Center Line
Dynalco
Flowseat

LlBERlY MUTUAL INSURANCE CO~IPA.'Y

MACK TRUCKS, INC.
Mack Financial Corporation

LYON DELL PETROCHEM.ICAL COMPANY.

MANITOWOC COMPANY, INC.
Bay Shipbuilding Corporation
Manitowoc Equipment ,\Vorks,{OpecatingDivision)
Manitowoc Engineering Coinp;any·{OpeI:3ting.D,ivision)-

LlBERlY MUTUAL FIRE INSURANCE COMPA/IY
Liberty Insurance Corporation ..
Liberty Northwest Insurance Corporation;' .
Liberty Life Assurance Company, :0[805100;
Liberty International Insurance Agency:,':

MARION LABORATORIES,INC.

LEGGETT & PLATT, INC.

MANVILLE CORPORATION
Manville Building Materials Corporaricn
Manville Forest Products Corporation

.Holophane. fnc.

MARITZ INC.
Mantz Motivation Company
Mantz Travel Company
Maritz Communications Company

, Mantz Marketing Research Inc.
Mantz Information Resources
Mantz Limited



•.'MUNSINGWEAR. INC.
Shirtmate Apparel Group Ltd.
Princeton Hosiery Mills
Form-O-Ulh. Inc.

MOUNT VERNON MILLS, INC.

MINNESOTA MINING & MANUFACTURING COMPANY (3M)

MOTOROLA. INC.

MIAMI ELEVATOR COMPANY

MORRISON-KNUDSEN CORPORATION
Morrison-KnudsenCompany, .lnc,
MK-Ferguson Company
Morrison-Knudsen International Company. Inc.
Morrison-Knudsen Financial Company•.Inc;
Ernkay Development Company, Inc.
National Steel and Shipbuilding Company' -

MICIIIGAN NATIONAL CORPORATION
Beverly Hills Federal Savings Bank
Independence One Mortgage Corporation
Michigan National Bank

MILLIPORE CORPORATION

MINORCO (U.S.A) INC.
Independence Mining Company. InC:.'

IJ

MORRISON INCORPORATED
Custom Management Corporation
Famify. Dining' Division
Ruby Tuesday

MOONEY CHEMICALS. INC-

MONSANTO COMPANY

MILES INC.

MODINE MANUFACTURING COMPANY:
Medine Autocool.vlnc.:
NRFB.V.
Windhorf Gmbh

MILLIKEN & COMPANY'

MOBAY CORPORATION

MITSUI MANUFACTURERS BANK

MITCHELL ENERGY & DEVELOPMENT CORP.
Mitchell Energy Corporation
The Woodlands.Corporation
Southwestern-Gas Pipeline; Inc.
Liquid Energy Corporation

METROPOLITAN ·FINANCIALCORPOItATION .
Edina Realty, Inc;
Metropolitan Federal Bank :

METROPOLITAN PROPERlY & LIABILITY IN5UkANCE
COMPANY

.MONOGRAM INDUSTRIES. INC- ..
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MERCK & COMPANY INC,
Hubbard Farms, Inc.
Calgon Corporation

MELLON BANK CORPORATION
Commonwealth National Bank
Mellon Bank (Central)
Mellon Bank (DE)
Mellon Bank (East)
Mellon Bank (MD)
Mellon Bank, N.A
Mellon Bank (North)
Mellon Financial Services.Corporation

MENASHA CORPORATION

MERCANTILE STORES COMPANY INC
Bacons
Castner Knott Co.
Gayfers
Glass Block
Hennesv's
The Jo~es Store Co.
JB White
Joslins
de Lendrecie's
Lion
McAlpin's
Root's

Harborage Realty. Inc.
Mead Supplyco. Iric.
Pulp Asia Limited
Zephyer Properties, Inc.

MEREDITH CORPORATION
The MeredithlBurda Companies
San Joaquin Communications Corporation
KVVU Broadcasting Corporation -: -

MERIDIA HEALTH SYSTEM
Meridia Euclid Hospital
Meridia Hillcrest Hospital
Meridia Huron Hospital
Meridia Suburban Hospital

MEDTRONlc, INC
Andover Medical. Inc.
International Medical Corporation
Intervenricnat Medical, Inc.
Medtronic Blood Systems, Inc.

Mead Reco. Inc.
Mead Loss Control Consultants. Inc.
Mead Reinsurance' Corporatic)Jl.'
Adena Syndicate. Lid.
Mead SA Inc.
Mead TI, Inc.
Mead Timber COmpany
R. Corp.
Ampad -Corporation
Mead Coated Board. Inc;
Mead Coaled Board International/cine;
Illinois Code Company
M-B

MESA LIMITED PARTNERSHIP
Mesa Operating Limited Partnership



MUTUAL LIFE INSURANCE COMPANY OF NEW.YORK
MONY Lite Insurance Company of America
MONY Legacy Life Insurance Company
MONYCO. Inc.

Evaluation Associates•.Inc.
Evaluation Associates Investment Management Company
Kelly & Associates. Inc.
MONY Agricultural Financial.Services.lnc.
MONY Credit Corporation
MONY ReinsuranceCorporauon
MONY Securities Corp.

NACCO INDUSTRIES. INC.
Hyster-Yale Materials Handling, Inc.
Hysler Company
Yale Materials Handling Corporation
The North American Coal Corporation
Hamilton BeachIProclor·Sila, Inc.
The Kitchen Collection. Inc.

NALCO CHE."IlCAL COMPA!"Y

NATIONAL CONVENIENCE STORES INCORPORATED
Stop N Go Markets of Georgievlnc,
Stop N Go Markets of Texas. Inc.

NMG Information Systems & Servlces-Corporanon
Presidential Property and Casualty Insurance.Company

NATIONAL GYPSUM COMPANY
Gold Bond Building Products Division
The Austin Company

NATIONAL LIFE INSURANCE COJ\,IPANY
Vermont Life Insurance Company
Champlain Life Insurance Company
National Life Investment Management-Company, Inc.
Sentinel Advisors. Inc.
Equity Services. fnc.
National Property Advisors Corporation

NATIONAL MEDICAL ENTERPRISES INC.
NME Hospttats, Inc.
The Hillhaven Corporation
Psychiatric Institutes of America
Rehab Hospital Services Corp. Inc.
Recovery Centers of America

National Steel Pellet Company

NATIONAL WESTMINSTERBANCORP INC.
National Westminster Bank USA·
National Westminster Bank NJ

NATIONWIDE MUTUAL INSURANCE COMPANY
Nationwide Mutual Fire: Insurance Company
Nationwide Life Insurance Company
The Wausau Insurance Companies
Beaver Insurance Company
Beaver Pacific Corporation
Colonial Insurance Company of California
Scottsdale Insurance Company
National Casualty Company
West Coast Life Insurance Company
Nationwide Communications Inc.

NEIMAN MARCUS GROUP, INC.

NESTLE FOODS CORPORATION

NEWELL COMPANY
NC\WIII Operating Companies
Anchor Hocking Corporation
Amerock Corporation
E Z Paimr

NICOR INC.
Northern Illinois Gas Company
NICOR Exploration and Production Co.
Birdsall. Inc.
Reliance Pipeline Company
Tropical Shipping and-ConsrrucuonCo.
NICOR Exploration Company
NICOR Oil and Gas Corporation

NOLAND COMPANY
Noland Properties. Inc.

NORDSON CORPORATION

NORFOLK SOUTHERN CORPORATION
Norfolk and Western. Railway Company
Southern Railway Company

NORTHEAST SAVINGS

NATIONAL SERVICE INDUSTRIES. INC.
AECO Products

NATIONAL RAILROAD PASSENGER CORPORATION
Washington Terminal Company
Chicago Union Station

NORTIlEAST UTILITIES
Charter Oak Energy. Inc.
The Connecticut Light and Power Company
Holyoke Water Power Company
Northeast Nuclear Energy Company
Northeast Utilities Service Company
western Massachusells Electric Company

c··~e·~···c~·e·Block Industri..··•..... .... 'e'e "C ,.e, • c',', ,c·e,. e,,·,e __.·,e. '."'.' ." '~"'. " ••e.'e"." ,...,. ",w·'~"~·c·'·l±c'·"'·'w,~.

Lithonia Lighting Company
Marketing Services
National Linen Service
North Bros. Company
Selig Chemical Industries
Zep Manufacturing Company

NATIONAL STARCH & CHEMICAL COMPA.l'lY

NATIONAL STEEL CORPORATION
American Steel Corporal ion
National Mines Corporation
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NORTHROP CORPORATION

NORTHWESTERN MUTUAL LIFE
MGIC
Robert w. Baird

;';ORTON COMPA.l'IY
Carborundum Abrasives Company
Chemplast. Inc.

NORWEST CORPORATION
Norwest Bank Minnesota. N,A.



Norwest Bank Iowa. N.A.
Norwesr Bank Nebraska, N.A
Norwest Bank North Dakota. N.A.
Norwest Bank South Dakotaa.N'A,'.
Norwest Financial. Inc.
Norwest Financial Services. Inc.

NTII CONSULTANTS, LTD,

NWNL COMPANIES, INC.
Chartwell Reinsurance Company,
North Atlantic Life Insurance 'Co"'of'Ainerica
Northern Life

NYNEX CORPORATION
NeWYorkTelephone Company
New England TelephoneO;>mpany

OCEAN SPRAY CRANBERRIES, INC.,';
Milne Fruit Products, Inc.

01110 BELL TELEPHONE£OMPANY""
Ohio Bell Communications..Inc;

OHIO CASUALTY CORPORATION
The Ohio Casualty Insurance.Ccmpany
Ohio Security Insurance Company.
The Ohio LiCe Insurance Company
West American Insurance Company
American Fire & Cesuahy.Compeny
Ocasco Budget, Inc.

OLD DOMINION FREIGIITLINEINC.

OLIN COJ\PORATION

OMI CORPORATION

ONEIDA LIMITED
Buffalo China, Inc.
Camden Wire Company, Inc.

ORION CAPITAL CORPORATION
EBlc'ompan;es
DPIC Companies
Guaranty National Companies
Security Reinsurance Company

ORION CORPORATION
Orion Corporation of Nebraska:
Albany-Chicago Company'

OSHKOSH TRUCK CORPORATION

OSTENDORF·MORRIS

OWENS-ILLINOIS INC.

PACCAR INC.
PACCAR Financial Corp.
Trico Industries, Inc.
Grand Auto. Inc.
PACeAR Sales North America. Inc.
PACeAR Leasing Corporation

PACIFIC MUTUAL LIFE INSURANCE COMPANY
PM Group Life Insurance Co.

I7

Pacific Investment ManagementCompany
Parametric Portfolio Associates. Inc.
Pacific Financial Asset Management Corporation'
Pacific Equities Network
Cadence Capital Management Corporation

R.B. PAMPLIN CORPORATION''''
K. F. Jacobsen & Company
Mount Vernon Mi1Is~lnc.·

Ross Island Sand .&:.Gravcl',Company

PACIFIC TELESIS GROUP
Pacific Bell

PALL CORPORATION
Pall Trinity Micro Corp.
Pall Biomedical Products Corp.
Pall Industrial Hydraulics Corp.

PAPERCRAFT CORPORATION
Barth & Dreyfuss of California
Lepage's. Inc.
American Technical Industries. Inc.
Knomark, Inc.

PARKER.HANNIFIN CORPORATION

PAYLESS CASIlWAY5, INC.
Knox Home Centers•.InC.
Somerville Lumber & Supply 'COm:pany;-'lnci

PEAT MARWICK MAIN & COMPANY

J. C. PENNEY COMPANY, INC.

PENNSYLVANIA POWER & LiGHT COMPANY
BOW Corporation
CEP Group.. Inc.
Greene Hill Coal Company
Greene Manor Coal Company
Interstate Energy Company
Lady Jane Collieries. tee. ;
Pennsylvania Coal Resources -Coiporation
Pennsylvania Mines Corporation
Realty Company of Pennsylvania
Rushton Mining Company
Tunnelton Mining Company

PENNZOIL COMPANY
Pennzoil Exploration and Development' Company
Pennzoil Products Company
Pennzoil Sulphur Company.

PENTAIR INC.
Delta International Machinery Corp.
Lincoln
F.E. Myers
Porter-Cable Corporation
Cross Pointe Paper Corp.
Niagara of Wisconsin Paper Corp.
Lake Superior Paper Industries
Federal Cartridge
Hoffman Engineering

PEOPLE'S BAJ"I,/K
People's Securities. Inc.
Guardian Federal Savings & Loan Association

-z.--j



MSB Real Estate: Corporalion

PEP BOYS

PERINI CORPORATION
R.E. Dailey & Company
Mardian Construction Company
Perini International Corporation
Perini Land and Development Company
Paramount Development Associatesr.Inc;c.
Pioneer Construction. Inc.

PE:rROLITE CORPORATION

PFIZER INC.

PHH GROUP INC.
PHH FleelAmerica
Avis Leasing
NTS
PHH Homequity
PHH US Mortgage Corporation
PHH Asset Management
PHH Fantus
PHH Europe
PHH Environments

PHILADELPHIA ELECTRIC COMPANY

PIIILlP MORRIS COMPANIES. INC.
Philip Morris Incorporated
Kraft General Foods
Miller Brewing Company

PIIILLIPS PE:rROLEUM COMPANY
Phillips 66 Company
Phillips 66 Nat,urahGas: Company

2.-2-

PPC INDU~IRIES INC.

PRATT & L\.,,'\IIHERT
Pierce & Stevens Corporation
Southern Coatings

PRINCIPAL FINANCIAL GROUP
Principal National LiCe Insurance Co.
Delaware Charter Guarantee & Trust Co.
Eppler, Guerin & Turner. Jnc.
Principal Casualty Insurance Co.
Princor Financial ServicesCorporation
INVISTA Capital Management, Inc.
Principal Health Care. Inc.
HMO IOWA. Inc.

PRUDENTIAL INSURANCE COMPANY OF AMERICA .
Prudential Property & Casualty Insurance Company
Prudential Reinsurance Company
Pruco Life Insurance CoIripainy
PruCapilal, Inc.
Pruco Life Insurance Company or New Jersey
Prudential IovesrmemCorporauon
Prudential Asset Management ,Company. .lnc.
Prudential Development Company, Inc.
Prudential Mortgage Capital ,Company, InC.
PlLiCO Life Insurance.Company.of.Texas:
,Prudential Funding -Ccrpcration

PSI HOLDINGS, INC.
Public Service CompanyorInctana.Jnc,
PSI Investments, Inc.

PUBLIC SERVICE COMPANY OFCOLORADQ
Western Gas Supply Company
Fuel Resources Development Co.
Cheyenne Light, Fuel and Power Company

PHOENIX MUTUAL LIFE INSURANCE COMPANY

PILLSBURY COMPANY
Burger King Corporation
The H~agen-DalS Company. Inc.

PITT.DESMOINES INC..
POM Srrocal, Inc.

PITTSTON COMPANY
Brink's Incorporated
Burlington Air Express. Inc.
Brink's Home Security, jnc.
Pittston Coal Group. Inc.
Pyxis Resources

PITTWAY CORPORATION
. ,Ademco/Alarm,Devicec:Mallu(8cturing~_Company:' cf:{",-;;::;('

BRK Electronics
Penton Publishing. Inc.
Seaquist Group
Barr Company

PIZZA mrr, INC.

PLASKOI.ITE, INC.

PNEUMO ABEX CORPORATION
Cleveland Pneumatic
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PUBLIC SERVICE ELECTRIC & GAS COMPANY
Energy Development Corporation
PSE&G Research Corporation

PUBLICKER INDUSTRIES INC.
Thermice Corporation
Golding Industries, Inc.

PUROLATORPRODUCTS COMPANY
Purolator Products, Inc.
Purolator Products, Lrd,

QUAKER STATE CORPORATION·
Quaker State Oil Refining Corporation
Heritage Insurance Group. Inc.
Truck-Lite Co .• Inc.
Quaker State Minit-Lube, Inc.
The Valley Camp Coal Company b·"'k,", ." •••.. 'c' Co

McQuik's ouuee, Inc.

RALSTON PURINA COMPANY
Continental Baking Company
Eveready Battery Company

RAYTHEON COMPANY
Amana Refrigeration.clnc.
The Badger Company. Inc.
Beech Aircraft Corporal ion
CaloricCorporation
Ccdarapids. Inc.
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Seismograph Service-Corporation
Speed Queen Company
United Engineers & Constructors

RECOGNITION EQUIPMENT.INCORPORATED

ROUNDY'S. INC.
Scot Lad Foods. Inc.
Cardinal Foods. Inc.
Cedarburg Dairy, Inc.
Bonnie Baking Company. Inc.

RUBBERMAID INC.
MicroComputer Accessories. Inc.
Rubbennaid Commerical ProduetsInc.
The Liule Tikes Company

SAFECO CORPORATION
SAFECO Insurance Company or America
General Insurance ConipanyofAinerica;::
First National Insurance Company of America
SAFECO Lire Insurance Company
SAFECO Properties, Inc.
SAFECO Credit Company, Inc.

RYKOFF.SEXTON,INC.
S.E. Rycorr & Co.
John Sexton & Co.

RYLAND GROUP, INC.
Ryland Homes
Ryland Modular Homes
Ryland Mortgage Company
Ryland Acceptance Corporation

ROYAL GROUP. INC.
Royal Insurance Company of America
Royal. Indemnity Company
Globe Indemnity Company
Safeguard Insurance Company
Newark Insurance Company

..... . .... .... ." .. . ..... .;Am~~e~ni·~c~ai~n:al;n~d~~~~~'l!llnsnsLu"ra.,nn!ce",(:O'D,,-~n:r..... ... .... ... .... .

Rcvco Discount Drug Centers. Inc. (Michigan
Revco Discount Drug: Centers of Oncirinati; Inc.
White Cross Stores, Inc. No. 14
Revco Discount Drug Centers. Inc. (Ohio)

REEBOK INTERNATIONAL LTD.
Avia Group International. Inc,
The Rockport Company
Ellc:sse U.S.A.. Inc.

REICHHOLD CHEMICALS. INC.

REYNOLDS METALS COMPANY
ALRECO Metals. Inc.
Baker's Choice Products. Inc.
Conductor Products.iInc,
EI Campo Aluminum Company
Eskimo Pie Corporation
Lake Charles Carbon Company
MI. Vernon Plastics.Corporation
Presto Products Company
Reynolds Aluminum Recycling-Company
Reynolds Metals Development Company
Southeast Vinyl Company
Southern Gravure Service, Inc.
Southern Reclamation-Company

REXNORD. INC.

RICELAND FOODS. INC.

RJRNABISCO
RJ. Reynolds Tcbacco-Intemarionalc Inc.
Nabisco Brands. Inc.
Heublein. Inc.

. Kentucky Fried' Chicken Corporation'
RJ. Reynolds Quick Service-Restaurants, IIiC~

Freshness. Inc.
ZantiagoCorporation
Skclniks, Inc.
Kentucky Fried Chicken International Corporation
KFC Corporation
KFC National Management Company -

ROADWAY SERVICES INC.
Roadway Express. Inc.
Roadway Package System. Inc.
Roberts Express, Inc.
Spartan Express. Inc.
Viking Freigfu, Inc"

SAFEWAY STORES. INC.

SANDOZ CORPORATION

. .M~s~eF Builders, Inc. " ... __,_~' ~ ..
McLarenIHan Environmental EngineeringCorp,"
Northrup King Company
Rogers NK Seed Company
Sandoz Chemicals
Sandoz Crop Protection Corporation
Sandoz Nutrition Corporation '
Sandoz Pharmaceuticals Corporation
Vaughan's Seed Company
Zoecon Corporation

SANTA FE PACIFIC CORP9RATION
The Atchison. Topeka &. Santa 'Fe
Railway Company

Santa Fe Pacific Really Corporation
Santa Fe Energy Resources. Inc.

ROBBINS & MYERS. INC.
Electro-Craft Corporation

ROCHESTER TELEPHONE CORPORATION

ROCKWELL INTERNATIONAL

SAVANNAH FOODS & INDUSTRIES. INC.
Colonial Sugars. Inc:',
Everglades Sugar Refinery. Inc,
Michigan Sugar Company
Transales Corporation

SAVIN CORPORATION ...
ROHM & HAAS COMPANY

ROLM SYSTEl"S
SCHLUMBERGER LIMITED
Anadriff. Inc.
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Dowell Schlumberger, Inc.
Schlumberger Industries, Inc.
Schtumbergcr Technologies, Inc.
Schtumberger Technology Corporation

SCIENTIFIC.ATlANTA. INC.

SEA.L,A,'oID SERVICE, INC.

SEALY CORPORATION
Advanced Sleep Products
Sealy Furniture Company
Sealy Mattress Company
Stearns & Foster Bedding. Company
Steams & Foster Upholstery Furniture Company
Woodstuff Manufacturing, Inc.

G.D. SEARLE & COMPANY

SEARS, ROEBUCK AND COMPANY
Coldwell Banker Real Estate Group. 'Inc.

SECURITY PACIFIC CORPORATION
Security Pacific National Bank
Security Pacific Bank Washington
Security Pacific Bank Arizona

SENTRY INSURANCE GROUp·
Sentry Ufe Insurance Company
Middlesex Insurance Company
Dairyland Insurance Company

SERVICE MERCIIANDISE COMPANY

SERVISTAR CORPORATION
Advocate Services, Inc.
Speer Hardware Co,
'ICC - Total Exposition Concepts. Inc.

SFN COMPANIES. INC.
Scott Foresman and Company
South-Western PUblishing Company
Broadcast.Advertisers Repons.jnc,
Mindlcape, Inc.
Biomedical Information Corporation
Data Acquisition Services. Inc.

SHAKLEE CORPORATION

SHAWMUT NATIONAL CORPORATION
Connecticut National Bank
Shawmut Bank. N.A.

SHERWIN WILLIAMS COMPANY

SIEMENS CAPITAL CORPORATION

SIEMENS ENERGY & AUTOMATION. INC.

J~ R. SIMPLOT COMPANY
Simplot Canada Limited
Simpler Construction, Inc.

SIMPSON INVESTMENT COMP"''IY
Simpson Paper Company
Simpson Timber Company
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Pacific Western Extruded Plastics 'Company
Arcata Redwood Company
Simpson Tacoma Kraft Company:';
Simpson Pasadena Paper Company
SimpsonPlainwe:1I Paper 'Company
Simpson Redwood Company

SINGER COMPANY

SMITH CORONA CORPORATION
Histacount Corporation
SCM Office Supplies Inc,

SMITH INTERNATIONAL INC.

SMITHKLINE BEECHAM COMPANY
Allergen, Inc.
Beecham Instruments. Inc.
SmithKJine Bio-Science Laboratories, Ltd.
SmilhKJine Consumer Products, Inc.
Morden Laboratories, Inc.

SNAP-ON TOOLS CORPORATION

SNYDERGENERAL CORPORATION·

SOt't'Y CORPORA"tiON OF AMERICA

SOUTHERN STATES COOPERATIVE. INC.
Southern Slates Financial Corporation'
Southern States Underwriters.Hnc.

SOUTlllAND CORPORATION

SOUTHWESTERN BELL CORPORATION·
Gulf Printing Company
Mast, Inc.
MerromediaPaging Services, Inc.
Southwestern Bell Mobile Systems, Inc.
Southwestern Bell Telecommunicatjcns.olnc.
Southwestern Bell Telephone Company"
Southwestern Bell Yellow Pages, Inc.

SPRAGUE TECHNOLOGIES, INC.
Sprague Electric Company

SPIRE CORPORATION

SPRINGS INDUSTRIES. INC.
Carey-McFall Corporation
Clark-Schwebel fiber Glass Corporarlon
Graber lndustries.. Inc.

SQUARE 0 COMPANY

St. Paul Fire and Marine Insurance Company
John Nuveen & Company. Inc.
Seaboard Surety Company

STANDARD PRODUCTS COMPANY

STANDEX INTERNATIONAL CORPORATION
Crest Fruit Company
Custom Hoists. Inc.
Master-Bill Products
Doubleday Bros. & Company
Roehlen Engraving

2-1'
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THOMAS INDUSTRIES INC.
ASF Thomas Industries
Broy
Builders Brass Works
C&M Products
Commercial/Industrial Lighting' Division
Etecrronic Division
Emco. Inc.
Gardea Lighting
Lumec. Inc.
Oliver Macleod Lid.
Pneumorive

TEXAS INSTRUMENTS INC.

Inland Container Corporation
Temple-Inland Financial Services Inc.
Temple-Inland Forest Products Corporaucn:

TEXTRON INC.
Bell Helicopter Textron Inc.
Avro Corporation
Avco Financial Services. Inc.
Textron Financial Corporation
Paul Revere Life Insurance Company

TERADYNE INC.

Talley Automotive Products. Inc.
Talley Defense Systems. Inc.
Talley Metals Technology. Inc,
Talley Realty Development, Inc..
Universal Propulsion Company. Inc.
Waterbury Companies. Inc.

TESORO PETROLEUM CORPORATION
Tesoro Alaska Petroleum Company
Tesoro Alaska Pipeline Company
Tesoro Bokivia Petroleum Compa-ny
Tesoro Exploration and Production Company
Tesoro Indonesia Petroleum Company
'Tesoro Petroleum' Compani~-Iri.c.,':""·~.,~'.~.'~-~'~~---::T:::.... --_." ...- .,.u.,_..

Tesoro Petroleum Distributing Company
Tesoro Refining,' Marketing;&:'SuppIyCompany
Tesoro Tarakan Petroleum COmpany'

TENNECO INC.
Albright & Wilson Americas; -Inc.
Tenneco Gas
Tenneco Oil Company
Tennessee Gas Pipeline Company
East Tennessee Natural 'Gas COmpany
Midwestern Gas Transmission Company_'
Newport News Shipbuilding and Dry Dock Company
Monroe Auto Equipment Company
Walker Manufacturing Company
J.I. Case Company
Packaging Corporation of America
Tenneco West, Inc.
Tenneco Realry.Tnc.
Tenneco Minerals Company

TEACHERS INSURANCE 11< ANNUllY ASSOCIATION
COLLEGE RETIREMENT EQUmES FUND
(TlAA-CREF)

TEKTRONIX. INC.
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SYNTEX CORPORATION
Syntex Laboratories. Inc.
Syva Company
SymexAgribusiness. Inc.

TALLEY INDUSTRIES. INC.
Electrodynamics. Inc.
JJMA Holdings. Inc.

James Bum International:

Stone & Webster Management Consultants. Inc.

STATE FARM MUTUAL AUTOMOBILE INSURANCE
COMPANY

STURTEYANT. INC.

SYRO STEEL COMPANY

SUTER COMPANY. INC.

SUPER VALU STORES INC. .
ShopKa Stores. Inc.

SUN ELECTRIC COMPANY

SUNDSTRAND CORPORATION
Sunstrand Data Control. Inc.
Sullair Corporation
Sunstrand Heat Transfer. Inc.
The Falk Corporation

SUN-DIAMOND GROWERS OF CALIFORNIA

SUMMIT BANCORPORATION
Summit Trust Company
Ocean National Bank
Somerset Trust Company

SUBARU OF AMERICA INC.

STORAGE TECHNOLOGY CORPORATION
Relocation Operations. Inc.
StorageTek Computer Finance, Corporation
Storage'Iek Computer Research Corporation
Storage'Iek Integrated Systems Inc.
Stcrage'Tek lntemauonal.Corporanoa
Storage'Tek Media Corporation
Storage Technology De.Puerto Rico-Inc,
Storage Technology Optical Disk Development

Corporation
United Data Corporation

STONE

STEPAN COMPANY

STANHOME INC.
Enesco Imports Corporation

STANLEY WORKS

SUN COMPANY, INC.
Sun Refining & Marketing Co.:
Radnor Corporation
Sun Coal Company

~ H~li~ .Ca_pita~ C;o~..... _. ____. _



Ponland wtntemeue
Power Air Division
Residential Lighting Division;
Belvedere Lighting Center

THOMAS J. LIPTON. INC.
Lawry's Foods, Inc.
GoOd HUnlor-COrporation .

THREE COM CORPORATION

THRIFT DRUG. INC.
Express Phannacy Services
Specialized Pharmacy Services
Thrift Drug Services, Inc.

TIMEX CORPORATION

TJX COMPANIES. INC.
The TJX Operating Companies. Inc,
Hit or Miss, Inc.
Chadwick's of Boston, Ltd.

TOKHEIM CORPORATION
Tokheini Investment',Celll;
WilliamM. Wilson's Sons, Ine.:
Electronic Flo-Meters; Inc,
Sunbelt Hose &. Petroleum Equipment Co;
National Controls Corporation
Tokheim of Canada, Ltd.
Tokbeim B.V.
Tokheim GmbH

TOM BROWN INC.

TRANS WORLD AIRLINES

TRANSAlIfERlCA CORPORATION

TRAVELERS COMPANIES

TRIBUNE COMPANY

Chica,go Tribune Com.pa.ny
New Yone News Inc. '''''
Tribune Broadcasting Company
Q & 0 Paper Company.Ltd,

TRINOVA CORPORATION
Aeroquip Corporation
Vickers, Incorporated

TRW INC.

TU ELECTRIC
Dallas Power &. Light Division

'''Texas Electric Service-Division
Texas Power & Light Division

TURNER CORPORATION
Turner Construction Company
Turner Development Corporation
Turner International, Industries, Inc.

UAL CORPORATION
United Airlines, Inc.

UJB FINANCIAL CORP.
United Jersey Bank
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United Jersey Bank/Commercial Trust
United Jersey BanklCentral. N.A.
United Jersey Bank/South. NA .
United Jersey BankINorthwcst
United Jersev BanklMid State
United JeneY BanklFirst Colonia
First Valley Corporation

first Vallq.Bank
Hanover Bank of Pennsylvania
Lehigh Securities Corporation
The Hazelton National Bank

Gibraltar Corporation of Amcrica
Richard Blacknuin&:Co~lne:

Trico Mortgagc·Compay.Jnc;:;

UNIGARD SECURIlY INSURANCE COMPANY .
Unigard Insurance Company
Unigard Indemnity Company
Unigard Service Corporation

UNION BANK
Market Investment Services Corp,

UNION CARBIDE CORPORATION

UNION PACIFIC CORPORATION
Overnhc Transportation Company

. Union Pacific Railroad Company
UnionPacilic Resources Company
Union Pacillc Realty Company'
USPCI. Inc.

UNIROYAL, INC.

UNISYS CORPORATION
Unisys Finance Corporation

UNITED FINANCIAL GROUP INC. .
United Savings Association 'of Te::us.;'

UNITED INDUSTRIAL CORPORATION
AAI Corporation
Detroit Stoker Company
Nco Products Company

UNITED PARCEL SERVICE OF,AMERICA •

UNITED SERVICES AUTOMOBILE ASSOCIATION

UNITED STATES SHOE CORPORATION

UNITED STATIONERS. INC.
MicroUnited Joe. ,
United Stationers Supply Co. '

Carrier Corporation
Otis Elevator
United Technologies Automctive Holdings-.lnc.
Hamilton Standard
Norden Systems

. Pratt & whitney Aircraft
Sikorsky Aircraft

UNITED TELECOMMUNICATIONS. INC.

UNIVAR CORPORATION
Van Waters & Rogers, Inc.
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WHIRLPOOL CORPORATION

WEYERHAEUSER COMPANY

WETIERAU. INC.
Fox Grocery Company
Hazelwood Farms Bakeries. .Inc, .
Laneco, Inc.
Shop ;N Save Warehouse-FOOdi;liic.
Weuerau Builders. Inc.
Wenerau Finance Company

WASHINGTON MUTUAL SAVINGS BANK
Benefit Service Corporation
Columbia Services, Inc.
Composite Research It Mal'l3gem.l:Ill Com~ny
Murphey Favre, Inc. '
Mutual Travel,

WHITTAKER CORPORATION
Whinaker Bioproducts.,Inc.:
Whittaker Controls, Inc.

WEST POINT.PEPPERELl., INC.
auen. Peabody &. ce, Inc.

WESTERN CAPITAL 1~EN:r.C:;ORiORAriON.
Bank Western Federal Savings llalik.
WestAmcrica Mortgage ~mpariy' _.
Field Real Estate Company
Western Insurance Servicc,)n£-:, ;,;i,__

Teton National Insurance Company
field Investment Corpor:ation -,
Wcslline Credit Corporation

WESTINGHOUSE ELECTIUCCORP<>ItATION

WHITE CONSOLIDATED INDUSTRIES, INC.

WEllS FARGO & COMPANY
Wells Fargo Bank, N.A

WEIRTON STEEL CORPORATION

WATKINS-JOHNSON COMPANY

WM Life Insurance
WM Trust Company

WILLIAMS PATENT CRUSHER 8< PULVERIZER COMPANY

A. L WILLIAMS CORPORATION
AL WilJiams UCe Insurance Company
first American National Sccuritic:s

WILUAMS COMPANIES
Northwest Pipeline Corporation, -':::
Williams Gas Marketing Group. Inc.
Williams Natural Gas Company
Williams Pipe Line-Company
Williams Telecommunications Group, Inc.

WASHINGTON ENERGY COMPANY
Washington Natural 'Gas Co.
ThcnnalEnergy, Inc
Thermal Efficiency. Inc.
Thermal Exploration, Inc.
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WARNER-LAMBERT COMPANY
Parke. Davis & Company

WARNER COMMUNICATIONS INC.
Warner Bros. Inc.
Warner Cable Communicarlons Inc.
WarnerB~.R~nhlnc.

Atlantic Recording Corporation
Elektra/Asylum/Nonsuch Records
Warner-Elektra-Attaruic Corporation
Warner, Publishing, Inc.

WAL-MART STORES, INC.
Sam's Wholesale Oubs

WABAN INC.
BJ's Wholesale Club
HomeClub, Inc.

VULCAN MATERIALS COMPANY
Statewide Transport, Inc.
Vulcan Gulf Coast Materials, Inc.
Vulcan Lands. Inc.

VOLKOWAGEN OF AMERICA. INC.

VISTA CHEMICAL COMPANY

VENTURE STORES, INC.

VAN DORN COMPANY
Central States Can of Puerto Rico. Inc.
Central States Can or Canada LId.

VAN DEN BERGH FOODS COMPANY

VALLEY NATIONAL CORPORATION

Quebec Cartier Mining Company
Texas Oil & Gas Corp.
Delphi Gas Pipeline Corporation
TXO Production Corporation
U.S. Steel Mining Co., Inc.

USX CORPORATION

UNUM CORPORATION
UNUM Life Insurance Company
UNUM Ufe Insurance Company of America
First UNUM Life Insurance Company of America

UNOCAL CORPORATION

UNIVERSAL FOODS CORPORATION
Universal Frozen Foods - an Oregon corporation
Universal Flavors Corporanon . an Indiana corporation

VF CORPORATION
Bassett-Walker. Inc,
Lee Company
Modem Globe
Vanity Fair Mills. Inc.
VF International Division, Inc.
Red Kap
Vassareue
WranglerlRusller
Janlzen/JanSport



WILLIAj\·ISON COMPANY'

WILSON BENNElT,INC.

WILSON FOODS CORPORATION
Anderson Meat & Provisions, Inc.
Fischer Packing Company
Wilson Certified Express. Inc.
Toppers Meat Company
Gourmet America. Inc.
Parco Importing Company
T&P Custom Marketing, Inc.

WINNEBAGO INDUSTRIES, INC.

WISCONSIN ENERGY CORPORATION
Wisconsin E1cc:tJ:i.c P'~S:~JI1P.ltiy
Wisconsin Natural Gas 'Company
Wisconsin Michigan Investment- Corporation
WISPARK Corporation
WITECH Corporation
Badger Service Company

WISCONSiN PUBLIC SERVICE CORPORATION

W1TCO CHEMICAL CORPORATION
Continental, Carbon Company
Aero Oil Company. Inc.
Argus Chemical Corporation
Beam Oil Company, Inc.
Pearsall CheJl1icalColJl?ra~ion
Southwest -Petro-Chern.•' Inc.
The Richardson Company
wltco Oil and Gas Corporation

WOLD OIL & GAS COMPANY

WOLVERINE WORLD WIDE-INC.
Brooks Shoe. Inc.
Town & Co.ui'ury Shoe. Inc.

WOODWARD GOVERNOR COMPANY

WORK WEAR CORPORATION. INC.
Work We;J( Corporation of Canada Lid.
Mars White Knight

WORTJhNGTON INDUSTRIES, INC.
The Worthington Steel Companies
Worthington Cylinder Corporation
Buckeye Custom Products. Inc.: .
Buckeye Steel Castings Company

WYLE LABORATORIES
Burton Electrical Engineering
Electronic Enclosures
Electronics Marketing Group
Scientific Services &. Systems Group

Crum & Forster

ZENITH ELECTRONICS CORPORATION
Zenith Data Systems

ZURN INDUSTRIES, INC.
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1. Arbitratiort'and,Litigation

As the two polarized means of settling ciVil, disputes,

there are litigations asking for,judgement of the court, a

national authoritative organ.and compromises where each party

makes concession to cease the dispute, In. between'. these two. are

arbitrations, mediations and compromises before the. cour.t,

Arbitration is a proceeding where, parties agree to comply

with the arbitration award rertdered,bythe arbitrator.'selected

by the agreement of parties and the arbitrator takes steps based

on the agreement.

Arbitration award has thesame.force and effect as the
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references to Japaneselawsunle'ssspedifidallyllientioned

otherwise.

2. Comparison of Famous Arbitration Institutions

JCA (Japan commerdial Arbitration Association)

ComllierdialArbitra:tionRUlesJune 1,1991

patent·Arbitration Rules November 1, 1988

ICC (International Chamber of Commerce)

Rules of Arbitration January 1,1988

London Court of International Arbitration

London Court of International Arbitration RUles

January 1, 1988

Vnited:Nations·Commissionon International Trade 'Law

Uncitral Arbitration RUles .. April 28,197'6

outO:r>thesewellknown rUles, we selected the rUles of

JCA, AAA and ICC of availability of· mat.e'rLaLs and examined their

differences.

(1) Initiation Procedure

JCA: Submit the request with'theprescribedadITI.:idlistrative

fee to JCA (Artidle7)

AM: Notify the other party of its the intentibnto

arbitrate and file)the notice with the pfescribed. fee

at any regional office'ofAAA (Afticle 7)

ICC: File Request for Arbitration att.he SecretafiatOf the

I'CC Court" or National Committee (Article 3)

(2) Place of Arbitration

JCA: Parties agree to choose JCAHeadquart:.ersorTtsbraridB.

office' (Article 14)
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AM: Parties agree anc:i arbitrarily decic:ie(Article 11)

ICC: Parties agree and arbitrarily decide; failing

agreement, ICC Court decides (Article 12)

(3) Language

JCA: No provi.si.on to limittpe language,tp" JapaIl.ese.

The award "shall be wx-ittenin the: ,Japanese" language

and the English language if so requested (Articl"e3 7) .

A Japanesel"anguage translation shall be attached to a

document in a" language other than the Japanese

language (Article 39).

AM: No relevant provision

ICC : "Arbitrators decade (Article 15)

(4) Expenses

Assuming" that the claimed amount is" ¥50 mi.Ll.Lon.'] $"400,000;

$1=¥125) and one arbitrator is appointed;

JCJ>.: Filing fee;¥50 ,000, Administrative fee; ¥80"0 ,000

Hearing fee; ¥30,000!session"

Expenses (witnesses, interpreters, etc.)

Arbitrator's fee

J>.M: Administrative:fee: ¥~4Q,000

Expenses (witnesses, interpreter, etc.)

Arbitratpr's fee

IC9: J>.c:i!ninistrative fee; ¥1 million

",Japanese litigation: "Filing fee; ¥260,OQO

Expenses (witnesses, interpreter,

etc. )

(5) Appointment of Arbitrators

JCA: By the agreement of parties (Article 16")
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A resident in Japan if seiected 7,bYJCA>'fArtJ..cle!'1.5)

A person of a different natibhalityf:rbm'thbse'bfboth
~".. " '" .... '.' .' "., '. ...." .,.parties if thepa:rtiessb requestahdappbintedby JCA

(AftiClEl20).

kiist·bf'arbitratbrs ispfepafedCfbrth«i!cbnvenience

AAA (Article' 13 ) .

(Article 16).

Selectiorifrorrithelistbf arbitfators'if 'selected by

14). the- - -

of' select.iori (AftiCle'S r.

Apersbh ofnatiohalityd~ffereritfrbrri'ahyof the

parties if the parties so r'equesb : is "app6inted by AAA

AAA: Selected

*The 1990 list carries names' Of 58 ,000 persons

(Orlando Business Jourhal , Feb> 1990 )

ICC: Selected by the agreement of part±.es( Af·ti61e 2)

Apersohrecorrirrierided bythenationalcorrirriittee'.i..f

selected by ICC (Article 2)

thetfiburial ) (JCA)

AAA: 190 days on average

(Orlando Business Journal; Feb. 4;'1990)

AAA: "The arbitrator shall mairitaTri the 'privacy 6fthe

hearings unless the law provides to the Contrary"

(Article 25)
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ICC: Nodef,ipitE;! ;p;J:gvisigp

tl3} DiscloSllregf Ev,icl.encE;!

.:rCA: "'The tril:>unalIllay, when it deemsvneces sary ,request

the submission of evidence or volllIl,tClry.appearance of

'Clwit.ness oJ:";anexpeJ:"t ....,Lt.ness" (ArticJ.e 26)

"The tribunal shall not"rElquest a witness or an expert

,.w,itness to take oath"(ArticlE;!26)

"ThEltribupal may , when. i tdeemsnegessary or when

there has been a petition from apart.YrmClkE;!

.inspection or. investigation in the.presence.of
.,.-'" ', .•.... "', "_'_" , - ',' , __ .. ,_ , ,., ,', ,,", _._ '" " ,,>" c._.

paJ:'Hesl' (ArticJ.e 27)

*The tribunal as used herein meansarbi,trators.

AM: The.:arbitrat.0rmaysubpoena., a witnessor ask for

submission of . a.vdocurnentrwhen aut.hord.zed by the law

(Article 31)
,',' -,- , .. , ,,'.-.'._-_ -_ "" ..

ICC :.'.QherE;!·is no prov.i.sLon regard,iIl,gfgrced examination of

evidences.

Article 796 of the Japanese Code of CcivilProcecJ.ure

prgyigElS,t.hat"TheClct judged .as necElsSClrybythe Arbitrat.or

which the arbitrator cannot perform may, be pe;rformE;!d.by the

court upon request of the party; proy,idElcJ., howevElr,the J:"Elquest

is deemed as reasonable", .indicating tha'tcooperationfrom the
'. .... _, .., .. ,_. ... "', _,._ '_'. c_ ,_ ',_._ u'" ..""'." _ '._" ", .~ ""_ '" '.,' .•_,. ",',' ,', __"" ',_, .. ,

cgurt is·availableifthe partysqrequests.

ArbitrCltionsand Section .. 7505,of, New York State Civil Practice

Law and Rules give the authority to arbitrators to issue

subpoepa and subpoena ducestecum.

(9) Repr~sentati9n

JCA: "Attorney at law or any person rec.ogniz.ed t.0 have a
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valid reason to represent the: ,pa::i:tY'may be<app6ihted

as 'arepresenta:tive"'.( Ar,tic1e:.6,)
I

AAA:'''AnYiparty: may:be.represented by a 'COUnsel"

(Article 2:2'),

ICC: "Parties may present themselves 6:i:haverlegal

repr·elirentatiye <to'representtheth"( Article 15)

New cases; 6, Disposed<cases; 20

New',cases;JCA: '<1990>

<1991'>

<'«May) 1992>Pendini;J c::ises; 15,

·".··.AAA : ,':<1987

'<1988>

(source: JCA)

"<Disposed: casesr;Patertt RUles ..2;

Commercial Rules, 27

Disposed caseS,!'." Pat.ent;' Rules,

Commercial Rules ,57:

1989> Disposed cases; l?aterttRUleS'4,

. Commercial Rules; 63

(Source : PIPAESPE'Oct;-, 1990 )

'<1991> Disposed cases;>Arbitratiort about: 14;000

-caSes irtcluding :262cinterrtationa1cases"

(Source: JCA)

"ICA: :'<1990> Disposed:cases; '288

(.sOurce ,JCA,:JOUrnalJuly,'199 2 )

'New cases; 365

. (source::.JCA JOUrnal March 1992-)

<1991> Disposed cases; 288

fSource:JCA :JOurnaTJUly; 1992)
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3 ."Us,~fll:).n~ss of ~rbitration

The arbitration system and the,civil,procf?edingsat court

are comparedir!; view of" expedLency of d.Lspu.t.e settlement,

economicalness, fairness of judgement, confidenti,3.li,ty, and

disposing o,finternational,disp\.l.tes\

As the arbit.ratLon 'systenLprovides ,only; ,onechanpe of trial

while the litigation system provides three , chances r the, forlller,

is assumed to give more expedienticj\.l.dgement. There are no: other

differences that would Clearly distinguish the two. When

compared to Japanese trials, aribitr,3.tionmaYitakf?somewhat less

time.

The statistics pUblishedbythe$4Preme Court,(see note)

does not reveal the time taken fromthe"filing to start of trial

nor the frequency of -hearLncs, ,Wh.ile239;cases or about 2/3 of

361 cases, the total number.of C,3.Sf?Si nece.ived judgement within

three years,thereare;!'22 caSeS th,3.t took more than three

years. Seeing that 125 cases received,j\.l.dgements, we assume

that the. average period of time up to rendering of a decision is

at least 4yeil.rs if;itisdisputed. It;then transpires that JCA

arbitration takes 20 to.24 months in il..case where the other

party disputed the case as mentioned in Section 2(6). Thus,

arbitration appears to take a shorter time to resolve disputes.

In practice, the complexity of the case affects· the time if

readilY handled based on .thestatistics that do not reflect the

content of the case.

If necessary period was the same, economicalness would not

be much different. In an institutionalized arbitration, the

total costs include the administrative cost paid to the institu-
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tion,cthe fee paid to thearbftrator'j 'arid the attoi'heys"fees

fQr the parties whereas tnose for'the clitiga€idft LncLude the
~

official 'stamp ifees paidtCl theccdurt'andLthe attorneys' fees

for the parties.

In Section 2(4), the administrativefees'werecal:duiated'

'for a case where the claim was ¥50 million;: icompared -'tb "Ene'-

times greater';'" Howe've.r, <the 'attorneys I '. 'fee's,cand" 'Jai·fous

expenses 'acc6utltiforala'rge percentageiofexpendi.'tures ·incEhe

<fctuaJ;icase. Whe!Ii:·ctli:e se<expenses are rnc lUded',they cwo uld'lI\ak'e

differences in time and work load, thus makingiFdiffib.ll€ to

.compare arbitratidria'nd litigatiori' iri simple'termsc.

Asfor·fairriessdf a j'udgeme'rit ,'gener'alill\pressi6h is that

judges are 'faircand neutrra'L, whilEf ian arbitrator lI\aybe 'an

expert·!of·theCc'relevantfield r orie'tehdstOlthinkcthat.the

arbitration judgement for just once may'betodmudhdfcaccrisk

when one thinks of a possible inadvertence ihhearihgcprdced1.lres

andincompleteexaminatidn of· evidenCes' Inadditidn,dperatidn

of an arbitration iristitution deperidson fees receiVed for the

cases that they handle. Thus, if one of the parties was a',

regular customer, that party maypossibly'receivea preferent.ial

treatment.

In the litigation, strict trial procedure isC>bs'erveaca'rid.

evidences are examined by exercising coercion b"lSedc>n the

obligations of a witness or an expert, etc. Arbitrations, on

the other hand, exatriineevidences under ambiguous 'rules of

proceedings without any coercion as a rule, This difference may

affect equitability of a judgement.
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·Con~identi.Cl:J,itycanbe maintained. by arbitration as; the

dis;pute,i.s; not di.s;clos;ed to .thi:r'd parties;.

,Fordi.s;po§al of an e,i_nternat~onal dLsput.e , the parties; can

expect neutral judgment by choos;ing a third country that is; not

re:J,CltE!Cl,to!:Jothpartiesas theven1Je, 1:15 is; meaningful to

chooS;E! genera,l.qa:r'!:Jitra,ti.on rules; i.n tllecas;e whena·party is; not

familiar wi.th,tlJ.E!: litigations;ys;temof tlle ot.her pa,rty' s

country, , r ,,1:·f ,the.count:r'Y is; aiTIeIll!:Jerto"Tr.eaty. Rega,rding;

ApP:r'0val. and Exeq,ltion of Fp:r'E!ign.Arcbi.tra15ion.AwClrd· (l958L'bthe

approva.l andvexecut.Lon of the. a:r'bitration.. a.warCic;:an beobtaineCi

without prqbleIlJs;.

(NB) Accordingtq.19 90 }\.nn1JCl;l,J1..ldicial $tatis·ti.cs,pf112,140

cas;es;.tried as; :qrCii.naryli15igations; of the.firstins;tance

by dist:r'ict courts in ,1990,therewere 361 caees vreLat.ed to

intellectualpl'operty rights;. ,These 3 61cas;es;>;c;:a.n.be··

.class;Hiedas;.bel ow•

[Details;.of; .deoLsi.ons J.

Judgement rendered in 125 ca.s;es;rulinginllcas;es, c;:ompromis;e

in 157 cases ; admi.s s;ion in Qnec;:as;e; and .witllCirawl in.6 Ocas;es;

Details; pf.judgement

Acknowledged in 46 cases;; dis;mis;s;ed in 79 cas;es;;rejected in

none.

[Periodre@i:r'edto rE!ceive decis;ipnJ

.Twomo.nths; 12 cas;es;

,.. Three. months; 10 cas;es;

Six months; 25 cas;es;

One year 44 cas;es;

Two years; 83 cas;es;



,urhreeyears

F'our·years

Five years

More than five years

[Value of the object6flitigationl

5.6 cases

38 cases

33 cases

51 cases.·
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4. Legal Issues in Arbitration

There are several legal issues regarding arbitration.; Two

issues for whd.ch: there arenoj udicial precedents·.or.clearly

accepted.rulesare.discussed·below.

4-1: Attorney in arbitration case

Article 72 of the Lawyers'Law defines·that"thosewhoare

not laWyers shall not handle or mediate legal businesses SUdhas

rendering expert opinion, actingas .. an·attorney, arbitration or

concLLi.atLon in generaL legal cases, etc. .r:: . for fee".

¥1,2DO,000 ..

¥1,500;000·

¥2., 000, 000,

¥2,500,000

¥3,000,000

¥5,000,000

.¥10,000jOOO

¥50 ,000,,00·0

¥100 ,000·,000

More than ¥100,OOO,000

Incalculable*;Non-property.right

8 cases

4· cases

10dases

3 cases

8 cases

31 cases

.68 cases·

130 cases

34 cases

42 cases

16 cases
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According to interpretation by Japan FederationLbf Bar

Associations, "legp.l cases" are not restricted by Japanese laws,,
and therefore:ifthe provision was strictly.and literarily

interpreted, a conclusion is drawn that arbitrators.a.nd.

attorneys for the parties in arbitration cases conducted in

Japan should be the lawyers qualified in Japan.

We understand that JCA's list of arbitrators, however,

enumerate names of persons who are not lawyers"but that the

Japan Federation·ofBarAssociations has riot.issued any letters

of warning regarding. this fact.

We also underst.and that attorneys so far appointed in JCA

arbitration cases have been Japanese lawyers.

According to Article 2 of the Law for'Special Measures

Regarding Handling<of Legal Businesses by .Foreign Lawyers

(hereinafter the Law. Related to Foreign Lawyers), foreign

lawyers are defined· as }'those engaged in the busLness- of legal'

matters in a foreign country who are equivalents of lawyers",

and solicitors of foreign laws are defined as "thosewho.'have

obtained the approval under Article 7 and whose names are

registered under Article 24".

Arti.cle 3 of the Law ReLatied: toiForedgn Lawyers. defines

that "solicitors offoreigriilaws shall engage in the business of

legal affairs related to the cauritry,.of...originaLqualification

upon request of the party and other related persons or.

commissioned by the government.organsand agencies; Provided,

however, this does not apply to performing the following legal

businesses •• ", " According· to>.this provision,·· Article. 72 of the

Lawyers' Law is interpreted asexceptioris·thata foreign



4-2: .. Effectiveness of Arbitration' Award

There .' is a. .discussion.regardingauthori ty' of..!arbit.ratioIi:

or> whether.' 'an 'arbitration' award. based on invalidity of an

industrial property. 'right cane.be rendered.

InJapan;'thereisan!issue of interpretat.ion of Art.icle

786 oftheCode!of civitl Procedure;, "The agreement to have one!

or morearbitrat.ors render afjudgement. in a.dispute.iswalid··

only when the pant.Les have the right. to! reach!conciliationabout

the object being disputed."

"Compromise." is ··.made"by the parties agreeing to cease a

dispute between them by making concessions" according ·to. Article

695 of the civil Code. "Dispute" is a conflict of assertions

regarding the presence!absence, scope', amounti , . mode of rights!

obligations and legal relations; "Concession" is abandoning' a"

part of. them. Abandon is a disposal madefby the will to abandon

by the party.abandoning. Therefore, thematters·that can· be

13.

solicitor ,may!'be'appoiIi.ted as anarbitrator>aIidattorney

regarding a dispute which designates the.. laws .of . thei,country<ofi

originf as'the.competeritla,wsf.

In .arbitrations where Japan is designated as the place 'of

:arbitration, Article 7 86et seq of the Code .of' 'civil ProcedUre·

which govern arbit.rations Ln Japan become relevant. Then,:

question arises' ifaforeian·soiicltorcan act as anarb.:LtJ

and attorney in a disputewheret.he law of, its:. original' country

is des'ignated.asthegoverning .Law-, The'authotshave',not.yet·

ascertained this point.

We'also, do.cnotr.-know if other countries have 'th'e':legal'

provision similar to' Article. 12.ofJ:apan.'s..Lawyers' Law.
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conciliated should be .those that can be:.disposed.bythe parties

basedqnthe'i'r will alone.
,

Thus, there remains a problemregarding'apbitration of

iridustrialproperties whether theparties;.havethe .;right ·j:5b

handle the: iridustrialproper:tyright.inguestionas Jnvalid,the

industrial property right accruing by the administrative

disposition.

It is possible to find references that simply state that ran

arbitration award based on the. invalidity of··anindustrial:

property right cannot be rendered.

W.erbelievethat.the opinion. to af·firm·appropriateness: of an

arbitration: Ls mOrepersualSive:and prevalent. Theopinion

states that the effect of an arbitration award extends only to

the parties that concluded an. arbitration· agreement,: that· the

industrial property right:isnotreally: invalidated. but ·itis

treated;as inval:idby theparties:,c·and.that novadmi.nf.s.t r.at.Lve

judgement is required for an agreement between the:pi3.rties;in

the light of freedom of contract. The parties riaturallyhave a

right to deem an industrial: property right as invalid between

them. The·refore ,:, they also ; haveot.he right to make: the: validity,

of .an industrial property right as the. object:of::arbitration.

There is no decision that is relatedrto" this issue; JCA

says . that judging, appropriateness of arbitration such.:asabove

matter are.'. acceptable;

'There'was::asimilar' quelStionraised ..in·the, United :states.:,

This matt.erwas settled.by: a .paragraph in 3Sp.S.C.294(l)whiC:h

became:effec:tiveon Feb; 27, 1983 holding that an arbitration

agreement.in.a:dispute:over yalidity,of a patent and: infringe
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mentwas vali'd. An arbi'tration' a.wardbecomesmoreeffedti'vebY

giving a notice to the PateritOffice,'

5. How PIPA Conciliation Should be Performed

Mediation (conciliation) is performed by the parties asking

a third party to draft a conciliation agreement (proposed

) over a between. To accept

conciliation agreement or not can be decided by the parties

after the draft is actually submitted. When the result of

conciliation is submitted to a summary Court and recorded as a

statement under Article 356 of the Code of civil Procedure, it

generates the same effect as the final and conclusive judgement.

PIPA's conciliation system provides conciliation rules as a

conciliation organ, not as an arbitration organ. The fact that

parties are not bound by it is its merits as well as demerits.

Considering the current situation that this system has not been

utilized even once since its inception in 1975, we may have to

review its meaning of presence.

6. Conclusion

The subject of arbitration was taken up by AIPPI Tokyo

Assembly in April, 1992 and by the meeting of Working Group

of Non-governmental Organizations on Arbitration and Other

Extra-judicial Mechanisms for the Resolution of Intellectual

Property Disputes between Private Parties indicating mounting

interests in international circles. In this context, this

report is deemed to be timely.

The report describes the result of the review made by
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o1,l.r,CoIl1l!litt~e Ln-t.he first half of ..19.92 and is published with.a

wish to be useful in resolving problems.



(1) Title: Relation Between Selection Invention and
Dependent Invention

N-4-J

1.

(2) Date 10/92 (23rd, Okayama)

(3) Sources

Source

(4 ) Authors:

Flit6notiKITAMURA', Mitsui Petr6chemicalIridUs,tries, Ltd.
o Mako,to HANADA, Ricoh Company Ltd.

Ka'zushi,' TAKEMOTO;.' Suntory .Lim·ited

(5) Key words: Dependent Invention, Selection Invention

(7) Abstract: Criteria fo~ judging patentability of a selection
invention have sUbstantially been established by many ,
dissertations and in daily practices. The prevailing
theory that a selection invention once it is patented
assumes a 'form of dependent invention and Articles 72 and
g2 ofJ'apanese,paterit.Lawbecameapplicablethereto is not
considered to ,have been irrevocably established.

This paper 'reviews the relatiOnship between a
selection invention and a dependent invention in the light
of the 'academic theories ' and past judgements; a most
interesting SUbject /"'1:" practitioners, examines presence/
absence of dependen("'ween an,invention thatmay'be
patented as a sele/ '"ntion and a prior patented
invention, catego/ '·.,.tion' between these two
inventions, and I '~y these relation.
'/ '

Article 12 of the ~ ly defines a dependent

llia.desubsequent taa priOr

,
VO",o

invention as one mode of ani.. ~

1. Introduction

patented invention. Since a myria<..Of papers ,and materialS

definea'dependent invention,its definitions may now be

considered as firmly' established. one definition is explained



inventions.

One is a dependent invention in thinking. It covers the

invention is practiced. There are two types of dependent

2.

When ,a dependent invention is Pil.,tentedand a. pat.ent; right

for instance, a dependent inventionClf,a,narticlethCit uses

invention in a practical sense. such inventions include,

an article ,related toapatenteqinvention(.pa,tented

article) and a patented invention related to a method of

producing >the,patenteq.ar;ticle ,(.*7)

It is aLso clear in, theory and practice that .chere exists .a

related. There is, on the other hand, a dependent

its entirety, ','and fa·lls" within the ',j:ephnica+scClpe of the

subject of the patertttowhich, the PP:Lo:rapp1:LcCition is

entire gist of the prior invention, makes use thereof in

* A dependent invention is an invention which utilizes a
•

patented invention related to a prior application, and,

which cannot be reduced to practice unless the prior patent

briefly below.

accrues, practicing ofj:heinventionunder said right is

restrained by Prior patentedcinventions . There is "however, a

provisionior reli,ef from,suqh restraint in the light of ,the

intent, of the, Patent ,Law. r19recqnpretely, it is possible to

ask the patentee, etc. of the prior patented invention for an

agreement,', it is possible to, ask for ,a judgement of the

Director-General of the Patent Office.

sequent" to' il.priOrinvention>aparj::f5,rOI)l,t:he d,epellclellt: :LllVent:L9J:l,

selection invention as another mode of and.nverrt.Lonvmade vsub-
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Similarly to the dependent invehtion;<aselectioninventidn

can be' defined as £ollows.

* A selectionirivention is a concept 'incorporated 'in. the.

superior concept of a prior invention ( Lower concept'y',;all

or part of which components are comprised of a general'

coricept(.superior.conceptJ ; and corresponds to andnvent.Lon

';;"'1'"'' 'H'" .;.which.· selects: .. a.thinq that is no.tconcretely; -ernbodd.edrdm .....

the.specificatiOnofaprior invention or in; a/referenCe.:".

Affirmative·judgement of the height 'of; an invention is·made

iftheiriVention achieves remarkable;;effects that are not.:

disclosed in. the specification .of the'prior;;inventionor'in

references. ( *1)

In pr'act.fce, judgIng tfhepatentability ofva selectioh

Lnvent.LonvLs considered to rely on a'set'of' standards

established by mahydissertationsand daily ptactices..The·

prevailing theory that when a selection invention is patented

and becomes a dependent invention and Articles 72 and 92 Of the

Patent Law are; invariably applied cannot be said'as·having.been

established;burrentl'y. However,. this issue is. most interestlhg

in practice.

This paper reviews academic theories and past.jUdgements,

c Les s LfLe.s. several pairs of; prior patented .Lnverrt.Lons and;

selection inventions into categories,' and examines; the' presence!

absence 'of their dependency.vre'Lat.Lon'; Concretely speaking:, we

examined a use relation between an invention that is''possibly

recognized as a dependent invention and a priorpa.tentinVem,.. ;

t.Lon , and attempted to categorize them; although we may be'

merely assuming.
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2. Discussion of Academic' Theories

Academic discussions are diverse anddivided.as.to whether

a selection invention which had been patented becomes. a

dependent invention or not because.. we . lack 'aclear-clltleg,;.'l

theory;.

'>A}thinkin~ 'that. '.a.selec.tioninvention.does.no.t hold a

dependentrel.ation to avprLor' pat.ent.ed invention is known as "a

loophole theory". According to this thinking, if,;. selection

invent'ion,ispatentable , that portion is,;.n incomplete part

(void) in the prior patented invention,,;.nd therefore they are

:twoseparateinventions, and the right of the pr.ior<patented

invention does not extend to the relevant part (selection

invention) (*1,*2).

There are also t.heorLes .of Uchida (*3) ,xoshi<ia( *4),

Matsumoto (*:i). :which. consider that there is no dependency

relation between. the selection .invention anti the prior patented

inven.tion (the selected invention).

The theories which affirm the dependencY of the selection

invent.ion,bn.the other hand, include the following.

Cl;J A select.ion·invention,.as a rule, is always sllbor<iinate·to

a basic inclusive invention and is therefore a <iependent

!.in:vention (* 6 ) .

(2) when a selection invention is practiced, the selecte<i

invention is always dependent on the .selecte.d. invent.ionas

t.he bas.iCinvent.ion(*7) .

(3) It is ,. re,;.sonable to consider a selection invent.ion as an

a<i<iit.ional element. to. a prior patent, an<i.toaffirm the

dependency ( *8 ) .



.-

5.

The third thinking asserts that :.whether 'a' selection.

invention whichwaspatented,is a·dependentinvention or.not

should. he ·determined·on acase"by"case: basis,'

For<ihstance/ Yoshifuji recognizesrtherfbllowing· as a.case

where a selection invention was . not a .dependent;: invention;" ~'the:

prior invention Cis related to. a method of. manufacturing a:

cheiiiIcaf' substa.nce.wh:LchTs:ii superIorcbncepf.;
waspatentedbecallse of: the analgesic. effectS. of the object

substance; The ,posterior. invention.which.correspondsto the

lower concept ispa.tented non. because.of.the.. analgesic; effects

of :theobjectsubstance but because of. its coloring ,property

And yet, he:' statesthat "to <:ienythe dependency for all .of the

selection inventions unreasonably limits the, protection .of .the

basic Lnvent.Lon-and is'clearlyagainsttheintent of:Article' 72,;

Ins1lm,·the'presence/absence ofa. dependency relation should be

judged by the content· of the, selection 'inv.ention."( :1<1)

As:' above mentioned, Matsumotostates>that· "theselectioh

invention falls, within the scope. of patent claims· oDr,the' prior'

invention. The selection invention was, however, patented

because' it exceeded the scope recognized as. an .. invention: by. the

inventor of the prior.invention, and the protection of: the. prior

invention extends. only to the scope recognized' by..theinventor.

Based on such thinking, a selection invention is separate: and.

independent from the prior invention, and lacks a dependency

relation or it does. not fall within its technical scope.!'And

yet he further states that "determination of whether there is a

dependency relation between a selection invention and a prior

invention cannot be made unilaterally, but should be judged on a

case..by-case basis.,,(*5)



There are only verY'few.court

'£'oAO
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3. Discussion of Past Decisions

decisionsthat.judgedwhether
. ,

a selection invention is dependent on a prior ..patenteidinvehtion

orv.not; , "Case.of Edge Cuttihgand Conveying Device'h(Osaka

District Court DecisionSho 48twa)3834·renderedonJahuary 24,

1975) is .one-of such rare examples. This case involved a

dispute whether thecutter!conveyor manufactured and sold by the

defendanttinfringed the plaintiff's patent on "EdgeCutting,and

Conveying. Devicte" '. for plastic, film or o.cher band-,like members.

The plaintiff's patented claim was related to "a cutting

and c:::onveyi:ngdevibe for edges of plastic film 'and othter band-

like'members characterized in'. that.!( 1) a rotary shaft is

provided ina suction.' type or injecting. type air .conveying path

u:t:'iLd, :dhg• the pressurizedair withOlltpenetratingthe" path, (2}

oneormorero.tary, cl..ltting.knives which cross perpe:ndicUlarly

the air passing through the.pathandrotate around the r.otary

shaf.t are suspended and. supported across the. path, (3) one .. or

more cutting knives corresponding thereto are provided fixedly

on a portion of the peripheral side of the path, arid (4) convey-

ing, by ·t. the. airstream' inside. the' air '.t conveyor path crossing the

path and. discharging of cut pieces. are automatically performed;

The defendant'· s article (device), on the other hand, . is"

re lated <' to; -,

film wherein (a) a cutting chamber' corresponding to

vertical rotation of a.rotarycutting knife. is provided at

the cehterof the air conveying path, a rotating chamber.

having a shape notpenettating the said air conveying path

is suspended inside the cutting chamber,(bl two rotary
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cutting knives which perpendiC:lllarlY'c:fossthe air Lns i.de

the pathand'rdtate around the rotarysha.ft are provided on

therOtary-'shaft'in 'such a way that the knives cross the'

path, ('c) the fixed cutting knives <correspondingcto the

rotary-knives are provided, on the bottom of the' path" (,d)

the'alr flOwingin'the,pathisobstruc:ted'onlybythe

rotary knives that c:tbssthe' pa1:h;Cand (e) the 'diameter 6f'

the ,frontal portion(.onthe material supply sidEl;'the' inner

diameter Of 80 mm) ",of 'the air' conveying" path formed by the

cuttihgchamber being coininunicated with the front path is

made extremely' smaller than that. 'of the rear portion ,of the

airc:dhveying path."

Wheh'the'plaihtiff's patented article and the/defendant 'is.

article,," are compazed', , the latter (device) ',' .has 'the elements c(,l} ,"

to (4) ", of thefotmer

(l) there are provided an air path and a 'ro,tating, shaft,'which

is sllspende'dinside thepath; the axis', wi thoutpenetiating

therethrough,

(2) 'there are, provided one or more rotary cutting,khives« two

in the defendant's device) which are ,perpendicular, to the'

air passage in the path and, suspended and supported, acrOss

the pa'th,

(3) fixedclltting knivescorresponding,to the 'rotary cutting

knives are provided on a portion, of the peripheral side of

the path (the bot com in the defendant', s article,),

(4) the bnly obstacle for,the,airstreamis the said cutting

knives which are sUspended across the path;

a.nd,the diameter of the frontal portiOn of thepath,of,the

rotary'cutter of the air passage is made .ext.reme Ly smaller .than
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that of t1'l~ reCirporj;,ion of the path (the Jactor.5) .

.:Theplaintiff~s patented invention only .discloses a device

where the.. diameters of the front and,the reCirpCiths are .t.he

same. Thus, in the present case, the·defendant's d,evice'1'las the

same components as the prior invention with one of such elements

being impr9ved,:thusfalling in the. category of.so:-called,

s.election invention of ·;the prior patent invention.·

By adding the element 5 to this device ,the.. d,efendant

ass.ertedthat, "t.he defendant.' s .articlecaninstantaneollslY stop

the airflowbyentirelyc·losing,th~pathwith.the rear PCirt of

the rotary cutting knives whezeas the plaintiff's patented,

invention rotary cutter fails to stop the air f,low.by.intt:!,cept

ing the conveyor path. While the pat~nted inventiollenables

rapid and; efficient cutting; the defenda.nt' s article enab.Ies .

slowing down of the speed of suctioning thematt:rials·to be

supplied and cutting the material ill smaller pit:ces."

The decision taught the following in this case. "Tomake

the inner diameter of the frontal portion of the air; conveyor

path exceedingly smaller than. that oft1'lerear portion of the.

path or. to. make it smaller than. the rotary cutting. knife is a

matter, of practically carrying .. out the LnverrtLon, Even when the

diameter is made as small as above, the description is

recognized to. cover all of the component elements of. the

patented invention; and the.refore ,.f.al.l.sundeniablYWit1'lill its.

technical scope. If a specific ratio for the relatioll be.tween

the. inner diameter; of the front air pat.h and that of the rear

portion of the path is observed to demonstrate specific

operational effects, and if this ratio is recognized as having a

sufficient inventive height; there can possibly bea so-called
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selection inventian in respect of <the technical ,thoUght on which

the ratio "is 'based, , However·;.·since.:there<.isqbserved also the

dependency<relati~m (subordinate relation),toqthepresent

patentedinventian; thedefendarit is deemed·nat.authorized to

perform the' selection invention .s Lnce t.here is no 'assertion or

proof:,Of. ,having obtained the <approval of.:the.,owner Lof . the

.. The 'decision thustaughtthat,thereis·recognized.a

dependency" relation (subordinaterelation).with.the basic

patented invention in spite "of ,:possible presence.of' a: .seLec t Lon

invention; thusclearlyshowing.that.·..there. is.a dependency

relation between the selection . invention and the. 'prior <patented

invention.

[Refer to the attachment "Outline of .. Decisions"]

4. Dependency Relation Between Selection,rnvention.Modelsand

Basic Invention

In view of the limited number of past decisions' related to

the subject Of this paper, dtis difficult to deduce general

rules regarding the dependency relation of the selection:inven

tionfrom the past decisions. We therefore. assUllledNirtual

selection inventions of 'several categories, and reviewed the

dependency relation between these selection inventions and the

prior inventions in order to reach at a perfunctory conclusion

for the subject of this study.

[1] When the prior pa.tent invention is related to an invention

of a device or an article, and the selection invention is

related to an invention of a device or an article which is

a lower concept:
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The:' above mentioned 'decision falls subj ectto 'this

case. Inthis'case,'thedefendantts',devicewasselected

out of the 'upper concept; andthe,:diameterof,the':,front

and the'rearportions of the air conveyor path ,that is 'not

concretely described in the, plaintiff's 'invention ,is

modified ':andachieved the above mentioned ,effects "thus

holding the status of a selection invention to,the

defendant',spatented inventiom However "the said, device

has all the elements (1 l;to (4l of the plaintiff ',s,

.pat.errced invention to "thereby enable automatic 'conveying

of ·'the:'cut edges 'by:'the,airflowinside ,the . air ccnveyor

':;'1?ath;and d Lsohazqei.nq ofvcut; pieces ·'thatare . the , effect:of

the plaintiff's patented invention. Thus it may be said

"cthat'the said 'device uses all of the'obj ectives,

construction and effects or the technical thought of the

prior.patentinvention;,and there is clearly a relation of

dependency between the two inventions .

. .In the case of devices, an. invention: of a lower

concept or a selection invention device has all the

·····elements of the priorpa·tentinventi'on at all .times ami,' .

additionally new functions or effects. It .Ls therefore

considered that selection inventions always.hold the

relation 'of dependency to the prior invention in case

82] When the prior patent invention is related to a chemical

substance and the selection invention:is related to a

chemf.caL. substance of' a lower concept:

If there is no concrete disclosure in the prior



r:
r

the latter invention is to be patented as a selection

'invention,•....

ThisIIiay not bea.realistic'exampl.e, btit<let tlstake

the exampleofaroIIiaticdompotihd~witha·benzenerihg as

'thebasicskeletoh as an invention of uppenrccnoept., The

'pribrpatehtedinventiorf bf<thetipper cbhcept iisrelated

to a nove1 coIIipotihdof·whidhpli.ll:'aT<substit.uerrtss iat

specifidpbsitiOns of the basic skeletal cOlllpound<are'

selectively substituted with hydroxyalkyl group and one of

the effedtsof said novel doIIipol.lndisthe vitamin.

activities.Ohtheotherhand,let usvaaaume a<chemrcal

compotind.AOf the lower Jdondept also having a benzene ring

as its basic skeleton and all Of its pltiral·stibstituents

atspedific pbsitiohshave the corribinatrdhs of specific

hydrd:x:yalkylgrotips<which are Hhdt cdhcretely disdlosed in

the specificatibhdfthep:rior·pa'tentedinvention. Since

theinvention·of'the lowercohdept deIIionstrates·several

t.Lmesrnoxe intehsevitamin activities than the prior

patented dhemicalstibstande,the fOrIIiercan be :reCoghized

as va selection invention." If we were todisdtiss the

relationshipOfdependendy regarding 'thifs<se±ectibh

invention, sLncevt.he above IIien'ti.On'e'd seledt.ion'ihVeht.ion
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.demonstrates similar effects as t.hoae demonstrated PY' t.he

priorpatentedinvelltionj it is clea:r:ly atecbnical

tbougbtVi'bicb ispase.don tbetecbnicaltbougbts baving

tbe same structure' purposes and effectsCl.stbepasic

invention. 'J;'berefore,tbe.selection invention is

consd.dered as Cl.dependent inventionoftbeabovementioned

prior patented invention.

As another selection invention, there is an invention

for a chemical substance B which also corresponds.to a

lower concept of the above mentionep.priorpatented

invention.bjlt is differellt fromtheabovementiolled

chemic.al subszance A Vi'hichis also a.lower .conoept , We

shCl.ll examine the dependency relation of this selec.tion

inventionwhich.lac;ks. vitamin activit,ies.and of .which

insecticidal eUectis differelltfrom>theprior patented

invention.

If.achemical SjlPstallceother thCl.n tbe chemical

substance B.which is iincljlded. in. the prior patented

invention has no SJlps;tantialins.ecticidal.propertypjlt

only has. the vitgmin activities anp.the.chemical substance

BSj.l.bstalltially has no vitam,inactivities, the chemical

sjlbstanceBof tbe selection Lnventi.on will.p.emonstra.te

effects that are different from the basic invention.

Therefore., the .two inventions ar,e .considered. t.o, be .based

on entirely .differenttechnicalthoughts, and the

selection invention of thecbemicalsubstance B.is

considered not to be dependent on the above mentioned

pr,ioripatented invention. Provided, however, if. the

chemical<substanceBsupstantiallyhas the same vitamin."'.,,., _, -..•... , _'.. ,.,-." , '_.,.", -.,.. , ',' '.', - ,.,..... ", -',. ',,',---", .. " ,- ,-,
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activities as the prior patentedinvention,it'is

reasonabletodeterminethat.thereisa dependency
I

relationi'asin the .case of the chemical substance/eN. On

the otherharid,if the chemi.caL. substance ,B has the/

vitamin activities which are exceedingly inferior to those

of a compound. concretely disclosed in the specification of

. practica1., it

is considered not to be 'a dependent invention' of the said

prior invention;

[3] When the priorpatentinventibnis related to arnethbtl and

the selection'invention is related toamethotl'of which

processing temperatures are numerically.. limited:

Posterior inventions that demonstrate remarkable

,effects by the, numerical limitations that are not

disclosed concretely in the specification oLthe prior

patent. are not deemed identical to the prior patented

LriverrtLonv.vandvdeemed to have the inventive..step;

SUbsequent inventions are thus patented as the selection

invention.

For instance, letllsassume that in a ,prior patent

invention related to a method of paraffin-sealing-the

rnouthof a glass bottle, the bottle is inverted 'to immerse

the mouth in the paraffin bath rneltedby heat,is raised

to the upright position,· and is rotated in the axial

direction to give excellent luster to the paraffin Seal.

Suppose there is an invention of method where processing

after· the bottle is raised and placed upright is performed

at numerically controlled ternperatures.
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Since the .1atterinventic)n .improves >thehardness of

paraffin t9prevent dalnages during transportation and

\;>revents paraffin dripping in addition to improving the

paraffin luster, the. inv.entionis deemedtobea. selection

Lnvent.Lon , If. we .wereto discuss the dependency, of . the

·,··.selection invention on the. said prior patent invention, we

.find. that the above mentionedselection'invent.ion

d.emonstrat..es. at le.ast·,thesimilar· effects. as those of the

prior invention and therefore is a technical thought that

is based on another technical thought having the identical

·pbjects/, structure and effects as the. prior invention.

1!hUs ,the above mentioned :;;election .inv.entioni:;;

consi.dez'edvco be ,. dependent on the said. prior. Patented.

invention.

On.the hand.hand,let,u$a:;;sumeaiselection invention

which improves the hardness of the Paraffin and prevents

dripping by processing, at/·.numericallycontrolled"loW,

temperatures, but its luster is no different. from that

obtained by not turning the bottle in ,the 'axial direction.

We shall examine the dependency relation between this

selection invention and.the·above.menti9ned prior patented

invention •. ,·

!he effects achieved pythe prior patent invention is

by the selection invention are appropriately improved

paraffin .hardneas and prevention .of paraffin· dripping.

~huS, the effects of the two inventions are clearly

·.different. Even j:hough the two inventions may be.based on

the technical t)1oughj:s;)).aving·different. 9Pj ectives,
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structures and effects, the:abovementioned:selection

invention::is not:dependent::on'cthe priorpatented ',"

invention;

5.ConC:lusion

We ha.verea.ched a. 'conclusion, albeit'prov'isionally,'

I

prior patented inventions by discussing a judgement and the

relation between our selection invention models and PPtQP

patentedinventiorls2

We supp6rt<theacademic: "the6ry:#3; "We:'belTeve :'that"

determination of whether a selection invention isdepehdent,on a

prior patent .. inventionis 'not; to:he judged uniformly ifJwe:were

to consider,.proteCti.:on of: the.right of:prior, ,patent. holdersahd

the character of the selection inventions assepa:rate,

inventions. It cshouldbe', det'ermined::bythe' categories.:of:the

prior patented inventions and the selection inventions or by

their 'C:ontents·;,jIn particular ,we:believethat:the jiudgement

should be 'made 'by considering the specificity (uniqueness), :of

the effects cofthe 'selection> invention which led: ,to recogni,tion

of the patentability of the invention and the degree of 'achieve

ment of the effects of the prio:ppatented inventIon;

In discussing whether a selection invention can be a

dependent invention of a prior patent invention, we find the

discussion of the category of chemical substance inventions

quite difficult. In the case of inventions of devices, we would

hardly find an example where the component parts of a lower

concept demonstrate utterly different operational effects from

those of an upper concept, thus not leading to a judgement that
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there is.nodependency .: relation,

We wish. to state ,in the end that the conclusion of:this
I

paper is not necessarily supported by a number of· decisions and

is still in the stage of assumptions. We expect our colleagues

to attempt new discussions and deduce firmer general rules. at

the time.pointswhenwe.have many more decisions regarding

selection:inventionsandthe.dependency relation~
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