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I. Introduction
Every attorney has an obligation to avoid and, when necessary, responsibly discharge
conflicts of interest. For intellectual property practitioners, the growth of the field and the
accompanying expansion of professional opportunities for practitioners, along with the
nature of intellectual property law itself, present particular challenges relating to conflicts
of interest. This review of conflicts issues confronted by practitioners representing clients
in the procurement and enforcement of intellectual property rights is presented to provide
guidance for the recognition, avoidance, and reconciliation of conflicts of interest.
II. Controlling Law and Policy
A. Choice of Law

Federal district courts n1 have inherent supervisory authority over the conduct of
members of their bars. n2 Decisions on motions to regulate attorney conduct lie within
the discretion of the courts. n3
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Attorney disqualification is the remedy most commonly sought when a conflict of
interest is alleged, but other, related relief is sometimes requested. n4 As has been
observed by one district court considering a disqualification motion in a copyright
infringement case, "[n]o statute or [r]ule expressly authorizes motions to disqualify an
attorney from appearing in a case." n5 The courts have developed common- law
principles n6 by which disqualification and related motions are decided, based primarily
on local ethical rules. n7 However, conflicts situations are also evaluated "in light of the
public interest and the litigants' rights." n8

[*269]
In patent cases appealed to the Court of Appeals for the Federal Circuit ("Federal
Circuit"), disqualification motions are treated, for choice of law purposes, as procedural
matters that are not unique to patent issues. n9 The Federal Circuit reviews such matters
under the law of the particular regional circuit court where appeals from the district court
would normally lie. n10
B. Standard of Review
The federal courts of appeals typically review district court disqualification decisions
under an "abuse of discretion" or similar
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basis" for them. n12
C. Policies Implicated
The rules prohibiting attorney conflicts of interest are based on two fundamental
policies: 1) an attorney must represent his or her client with undivided loyalty; and 2) an
attorney must protect his or her client from "disclosure or adverse use of the client's
confidential information." n13 The loyalty and confidentiality policies are implicated to
different degrees in different conflict of interest situations. For example, the loyalty
policy is clearly implicated when an attorney or her firm sues one client on behalf of
another. n14 When, however, an attorney sues a former client, courts are primarily
concerned with ensuring that the former client's confidences are respected and
maintained. n15
As discussed below, the courts consider other interests, including the court's interest
and the interests of the public, as appropriate in particular cases. n16 Depending upon
the precise facts of a particular case, these secondary concerns may even predominate,
leading to results which
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established conflicts principles.
III. Typical Conflicts Situations
A. Conflicts With Existing Clients
In jurisdictions which evaluate attorney conduct according to the American Bar
Association ("ABA") Model Code of Professional Responsibility (the "Code"), the
concurrent representation of two or more clients whose interests are adverse to one
another n17 implicates Canon 5 of the Code n18 as well as the corresponding Ethical
Considerations n19 and Disciplinary Rules. n20 Concurrent representation of two
clients
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fails to conduct a conflicts check prior to accepting a new client for purposes of bringing
suit against an existing client, or a conflicts check fails to detect the conflict. n21 Perhaps
an attorney or firm does not realize that a new client is an affiliate of a litigation opponent
of an existing client. n22 Alternatively, concurrent representation of potentially adverse
clients can result from the amalgamation of clients' businesses n23 or the merger of law
practices. n24
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While concurrent representation of adverse clients does not result in automatic
disqualification, litigating against a present client gives rise to a presumption of an
adverse effect, and thus a violation of DR 5-105. n25 In such situations, the attorney or
firm representing the parties must discontinue the multiple representation unless two
conditions are met: 1) it must be obvious that the attorney or firm can adequately
represent the interest of each client; and 2) each client must consent to the multiple
representation "after full disclosure of the possible effect of such representation on the
exercise of his independent professional judgment on behalf of each." n26 Failure to
satisfy either one of these conditions precludes continuation of the multiple
representation, n27 and withdrawal is mandated. n28 However, once a violation of DR105 has occurred (either because consent has not been obtained or because adequate
representation of both parties is not possible), an attorney or firm may not resolve the
conflict by unilaterally (i.e., without leave of the court) terminating one or the other as a
client. n29
Turning from the realm of theory to the realm of judicial practice, in the Ninth
Circuit, determinations of whether it is obvious
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considering the following factors:
(1) the nature of the litigation;
(2) the type of information to which the lawyer may have had access; [and]
(3) whether the client was in a position to protect his interests or know whether he
will be vulnerable to disadvantage as a result of multiple representation . . . . n30
The Ninth Circuit rule has been applied in a concurrent representation situation where
the two actions at issue were 1) a trademark infringement litigation which had settled
before the disqualification motion was decided and 2) an action involving alleged fraud
and breach of warranty arising out of the purchase of a pharmaceutical division. In this
case, the United States District Court for the Southern District of New York concluded
that "the type of information to which [the law firm] had access in the [trademark action]
would not be relevant to the [fraud action]." n31 The court thus found no indication that
the firm would not be able to adequately represent both parties. n32
Assuming it is "obvious" that the multiple parties can be adequately represented, the
attorney or firm must fully disclose the situation and any potential adverse effects to each
and must obtain the informed consent of each to the proposed continued representation.
n33 Respect for a client's freedom of choice underlies the policy of permitting attorneys
to continue concurrently representing two or more adverse clients, assuming that
adequate representation of each is obviously possible and informed consent is obtained.
n34 In the words of the Ninth Circuit:
It is true that the court has an obligation to safeguard the integrity of the judicial
process in the eyes of the public. But the impact upon the public's respect for lawyers
may be too specula tive to justify overriding the client's right to take a calculated risk and,
with full knowledge, engage the attorney of his choice. We do not find it necessary to
create a paternalistic rule that would prevent the client in every circumstance from hiring
a particular attorney if the client knows that some detriment may result from that choice
in a
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kind if they wish to do so. n35
Where consent to concurrent representation is freely obtained after full disclosure
from a sophisticated client, that consent will serve to preclude a subsequent motion to
disqualify the counsel to whom the consent has been given. n36 Beware, however, of
"consent" obtained from a client under duress, such as when a client would otherwise be
left in the lurch. n37
Each concurrent representation situation, like any other potential conflicts situation,
must be carefully analyzed on its own facts. The courts tend to approve of less drastic
remedies than the harsh medicine of disqualification where the potential conflict is
created by the client and where the attorney or firm acts promptly and properly to avoid
or rectify any conflict. For example, a law firm was permitted to withdraw from its
representation of one of two concurrent clients where the concurrent representation
resulted from a corporate merger involving the two clients, the "adverse" client was a
merely a sister corporation of the other client's litigation opponent (as distinguished from
a situation where the adverse client is the litigation opponent), and the motion to
withdraw was made while the merger was still in progress and, therefore in the court's
view, before any conflict had developed. n38
Similarly, in Gould, Inc. v. Mitsui Mining & Smelting Co., n39 the court permitted
the law firm of Jones, Day, Reavis & Pogue ("Jones Day") to choose between two clients
where the conflict had been created by the acquisition of the "adverse" client by an
existing client. The conflict in Gould resulted in part from the merger of Jones Day with
the firm of McDougall, Hersh & Scott ("MS&H"). n40 Prior to the merger, Jones Day
represented Gould in its unfair competition action against Pechiney, a client of MS&H in
unrelated patent matters. n41 Shortly after the merger, Jones Day had sought and
obtained the consent of Pechiney
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two years later, Pechiney acquired IG Technologies, Inc. ("IGT"), which was, at the time,
an existing Jones Day client in contractual and licensing matters also unrelated to the
Gould-Pechiney dispute. n43 Although Jones Day never sought Pechiney's (or Gould's)
consent to its continued representation of both Gould and IGT (and thus was held to have
violated DR 5-105(C)), the court denied Pechiney's motion to disqualify Jones Day, n44
electing instead to allow Jones Day to choose to continue representing either Gould or
IGT. n45
Furthermore, the courts tend to subject disqua lification requests to close scrutiny,
n46 both out of respect for the client's choice of counsel, n47 and to discourage the
interposition of disqualification motions for tactical purposes. n48 Accordingly,
disqualification is disfavored where the client
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moving client has been or could have been prejudiced. n49 In addition, while ethical
rules prohibiting conflicts of interest may be violated in the absence of a formal attorneyclient relationship, n50 some courts require a party requesting attorney disqualification
to prove that such a relationship was established. n51
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B. Conflicts With Former Clients
With the exception of difficult-to-detect conflicts situations, such as those which
result from a client's or prospective client's failure to identify its affiliates, or from a
client's business acquisitions or mergers, it is generally not difficult for an attorney or
firm to avoid suing existing clients. Most conflicts situations arise where the attorney, the
firm or the client has moved on and the attorney-client relationship has, at least arguably,
been discontinued. For example, a firm may have been engaged for a specific transaction
or litigation, or to establish or perfect intellectual property rights relating to a particular
trademark, creative work, or invention. Another common source of potential "former
client" conflicts is the lateral movement of attorneys among firms.
One district judge has recently described the former client conflict of interest
predicament as follows:
It goes to the very heart of a lawyer's ethics: the continuing and sacrosanct duty of
fidelity to a client, versus the right to be emancipated from that client and to go off to do
lawyering elsewhere. The subtle tugs and tensions between that duty and that right raise
questions that are particularly knotty. n52
As is the case with the "existing client" conflicts discussed above, the governing
ethical standards are essentially the same regardless of whether the Model Code or the
Model Rules guide the determinations. Under Canon 4 of the Model Code, n53 an
attorney may be disqualified from representing a client in a particular case if
(1) the moving party is a former client of the adverse party's counsel;
(2) there is a substantial relationship between the subject matter of the counsel's prior
representation of the moving party and the issues presented in the present lawsuit; and
(3) the attorney whose disqualification is sought had access to, or was likely to have
had access to, the relevant privileged information in the course of his prior representation
of the client. n54
In a Model Rules jurisdiction, Rule 1.9 sets the applicable standard:

(a) A lawyer who has formerly represented a client in a matter shall not thereafter
represent another person in the same or a substantially related matter
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former client unless the former client consents after consultation.
....
(c) A lawyer who has formerly represented a client in a matter or whose present or
former firm has formerly represented a client in a matter shall not thereafter:
(1) use information relating to the representation to the disadvantage of the former
client except as Rule 1.6 or Rule 3.3 would permit or require with respect to a client or
when the information has become generally known; . . . . n55
When a disqualification motion is brought in the former client context, the parties and
the courts tend to focus primarily on the "substantial relationship" aspect n56 of the test,
keeping in mind that the purpose of rules governing conflicts with former clients is to
prevent a lawyer from using confidential information to his former client's disadvantage.
n57 The substantial relationship test serves to protect client
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attorney- client communications. n58
Not surprisingly, the courts hold differing views of what constitutes a substantial
relationship. Consistent with its general distrust of disqualification motions, n59 the
Second Circuit interprets the substantial relationship test strictly, n60 granting
disqualification only where the relationship between the issues in the prior and present
case are "patently clear," n61 and only when the issues involved have been "identical"
n62 or "essentially the same." n63 Under this standard, the District Court for the
Southern District of New York held that the issue of whether computer-based training
manuals infringed the plaintiff's copyrights was not substantially related to copyright
registration work for software used with the manuals. n64
Other courts are less restrictive in their definitions of substantial relationship. For
example, in the Tenth Circuit, two matters are substantially related "if the factual contexts
of the two representations are similar or related." n65 Applying this fact-oriented
standard, the court in Quark, Inc. v. Power Up Software Corp. n66 held that a trademark
infringement litigation was substantially related to a copyright litigation because "[b]oth .
. . involve the same software . . . . [and] [b]oth involve questions of intellectual property."
n67
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Thus, the outcome in a given disqualification situation can clearly depend on how the
court interprets the substantial relationship standard. n68 Under any formulation,
however, it is clear that this aspect of the disqualification test is satisfied when the prior
and present representations concern the same litigation. n69
1. Ethical "screens" or "walls"
As noted above, former client conflicts situations often arise from the lateral
movement of attorneys between firms. Under the doctrine of imputed or shared
knowledge, one law firm member's prior representation of an adverse party in a
substantially related matter
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tainted attorney is presumed to have shared client confidences with his new colleagues,
and thus to have "infected" his or her new firm with the conflict. n71 In most
jurisdictions, the firm can rebut the presumption by establishing that "specific
institutional screening mechanisms have been implemented to effectively insulate against
any flow of confidential information from the quarantined attorney to other members of
his present firm." n72
Factors to be considered in evaluating the sufficiency of any ethical screen include:
the size and structural divisions of the law firm involved, the likelihood of contact
between the infected attorney and the specific attorneys responsible for the present
representation, the existence of rules which prevent the infected attorney from access to
relevant files or other information pertaining to the present litigation or which prevent
him from sharing in the fees derived from such litigation. . . . [and the] specific
institutional mechanisms used to block the flow of confidential information. n73
The screening procedure must be both demonstrably effective and timely. n74 Delay
for as little as two weeks has been held to violate applicable conflict of interest
prohibitions. n75
2. Procurement and subsequent validity challenges
May an attorney who has obtained a patent or registered a trademark for a former
client subsequently represent another client in an attack of the validity of the patent or
trademark? This situation would appear to fail the substantial relationship test, and some
courts have not
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intellectual property at issue was a patent. n76
Disqualification in such situations is far from automatic, however. Remarkably, one
court has held that disqualification is not warranted where the prior representation was
limited to the preparation of a patent application, because the attorney in such a situation
was acting "in a capacity other than as an attorney." n77 In other cases, attorneys who
have prepared or prosecuted patent applications have been permitted to participate in a
subsequent attack on the validity of the patent where the validity challenge is based on
prior art discovered subsequent to the issuance of the patent. n78 In a similar ve in, the
District Court for the Northern District of California resolved this type of conflict by
giving the law firm and the present client the option to continue the representation on the
condition that their defense be limited to assertions of non- infringement. n79 The issue
of whether and under what conditions a patent attorney can defend against a charge of
patent infringement where the attorney procured the patent is thus an area of some
disagreement among the district courts.
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3. Are employee- inventors clients?
When an attorney is hired to prepare and prosecute patent applications for a
corporation or other business client, based on inventions made by employees of the
business, are the employee-inventors clients of the attorney? Can that attorney later
represent the business in a dispute with those employees (or ex-employees)? As part of
their efforts to establish former client status in a disqualification bid against the attorney,
employee- inventors may argue that they met and corresponded with the attorney on
several occasions, communicated confidential information to the attorney, executed a
power of attorney in favor of the attorney, and believed that their interests were
represented by the attorney. Do these traditional indicia evidence an attorney-client
relationship in this context?
The courts have said no. n80 The patent rights in such a case belong to the employer,
n81 so the inventors were merely fulfilling their obligation to assist the employer in
obtaining the patent rights when they executed the power of attorney. n82 And the policy
of protecting client confidences is not implicated in this situation, because any relevant
confidences disclosed in communications between the inventor and the attorney were
those of the employer. n83
C. "Subject Matter" or "Technology" Conflicts
Most skilled patent attorneys and firms have probably had the opportunity to consider
the extent to which they can prepare and prosecute patent applications for more than one
client in the same or similar technical fields. Patent attorneys are in demand, especially in
highly specialized areas such as biotechnology and computer technology. Attorneys who
have developed expertise in a particular technology area are likely to be approached by
other potential clients desiring patent protection for related inventions.
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New business opportunities are generally welcomed. However, the representation of
multiple clients who are trying to protect closely related inventions presents a number of
potent ial problems or challenges. First, relationships with existing clients can be damaged
when an attorney or firm takes on a competitor's work. An existing client may fear that
the knowledge and skills acquired by an attorney while working on that client's projects
may be used - consciously or unconsciously - to give the new client a competitive
advantage. There is even the risk that confidential aspects of the existing client's
proprietary technology may find their way into the new client's organization. For these
reasons, intellectual property attorneys, especially those engaged in the protection of
trade secrets and the acquisition of patents, are well advised to carefully evaluate new
business opportunities for the effect that the proposed representation may have on
existing client relationships.
The opinions of the Federal Circuit panel in the case of Molins PLC v. Textron, Inc.
n84 provide patent practitioners with one more reason to be wary of potential subject
matter conflicts of interest. Molins' patent attorney, Smith, simultaneously represented
Molins and Lemelson in patent prosecution matters. n85 Textron asserted that Smith's
failure to disclose one of Lemelson's patent applications to the U.S. Patent and
Trademark Office ("PTO") during his prosecution of the Molins patent application at
issue constituted inequitable conduct. n86 Both applications related to machine tools.
n87
The court resolved the inequitable conduct charge in Molins' favor on the ground that
the Lemelson application was cumulative to art made of record during the Molins
prosecution. n88 However, the three judges on the Molins panel each took a different
view regarding the propriety of the attorney's nondisclosure of the Lemelson application.
The late Judge Nies, who would have affirmed the district court's holding that the failure
to disclose the Lemelson application constituted inequitable conduct, was unequivocal in
her statement that the simultaneous representation created an incurable conflict of
interest: "Smith's representation of clients with conflicting interests provides no
justification for deceiving the PTO. Ethics required him to withdraw." n89 Judge Lourie
refused to opine as to whether the situation rose to the level of an
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representation of clients in related technology areas:
The position in which Smith placed himself was fraught with possible conflict of
interest because Smith's dual representation of two clients seeking patents in closely
related technologies created a risk of sacrificing the interest of one client for that of the
other and of failing to discharge his duty of candor to the PTO with respect to each client.
n90
Judge Newman also refused to consider whether the attorney had a conflict of
interest, but she left no doubt as to her view that the attorney's duty of candor to the PTO
could never extend to confidential information obtained from another client, including
that client's "confidential patent application." n91 For Judge Newman, an attorney's
ethical obligation to maintain client confidences is superior to the obligations of candor
set forth in the Manual of Patent Examining Procedure ("MPEP"). n92
The Molins case shows that the apparent conflict between an attorney's obligations to
his client and his duty of candor to the PTO is unresolved - at least for some Federal
Circuit judges. Attorneys who put themselves in the position of Molins' attorney are
taking a significant risk that a court will, in a given case, determine that a conflict of
interest existed. For the attorney involved in such a conflict, there is no satisfactory
resolution. If the court concludes that the duty of candor was not met, the patent may be
held unenforceable, and the attorney could face potential disciplinary action by the PTO
Office of Enrollment and Discipline ("OED"). n93 If, on the other hand, the court
decides that the attorney breached a client confidence by disclosing one client's
confidential information in the pursuit of another client's patent, the attorney risks facing
disciplinary action by the responsible bar authorities. Therefore, self-preservation, as well
as the cultivation of client relationships, counsel against representing multiple clients in
closely related technology areas.
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IV. Minimizing Conflicts of Interest in Intellectual Property Representation
Constant vigilance in the prevention, detection, and resolution of conflicts of interest
is the responsibility of all legal professionals. For intellectual property attorneys, the need
to diligently police potential conflicts may be greater than ever before, given the
generally high demand for skilled intellectual property practitioners, and the associated
increase in lateral attorney transfers and practice acquisitions. Intellectual property
attorneys can lessen the potential for conflicts of interest and their consequences by
following some basic precautions.
1. Know the applicable ethical rules. The controlling ethical rules vary from state to
state, and even, potentially, between adjacent federal judicial districts. Although the
fundamental principles are essentially the same, particular procedures may govern
specific situations, such as withdrawal from representation.
2. Raise consciousness. Foster compliance with recommendation number one by
implementing periodic programs to educate attorneys and paralegal professionals
regarding general conflicts of law principles and firm-specific procedures for avoiding
and dealing with conflicts.
3. Review and update conflicts-checking procedures and software. Established
procedures may not adequately detect potential conflicts resulting from the acquisition of
the business of lateral hires. Supplemental procedures may be necessary to avoid
potent ial subject matter conflicts of interest, as discussed below.
4. Exercise control over the inception of the attorney-client relationship. Explain the
conflicts-checking process to potential clients to avoid creating a premature impression
that an attorney-client relationship has begun. Be explicit about whether an attorneyclient relationship has been created. Obviously, in the context of a disqualification
motion, a court will make its own determination regarding if and when an attorney-client
relationship was instituted. But these precautions will likely influence the court's
determination. n94
5. Always send letters of engagement. An engagement letter serves to memorialize
the beginning of an attorney-client relationship, at least from the attorney's perspective. It
should identify the client(s) whose representation is being undertaken, the services to be
per-
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the billing rate, fixed fee, or other payment arrangement(s) for the engagement,
specifying which arrangement will apply to which service(s) and how past due accounts
will be handled. If the new client has consented to any waivable conflicts of interest, or
has agreed to the attorney's hiring of co-counsel (and the corresponding disclosure of
client confidences to the co-counsel), such consents should be recited in the engagement
letter. The client should be asked to sign and return a copy of the letter of engagement.
6. Send letters of nonengagement. Existing client conflicts are generally more
problematic than former client conflicts, in that a party seeking to disqualify an attorney
or firm based on concurrent representation of adverse clients need not establish that a
substantial relationship exists between the clients' matters. A "nonengagement" letter
helps to establish when an attorney-client relationship ended. Consideration should also
be given to sending a nonengagement letter whenever an attorney declines to represent a
prospective client, and when a prospective client does not formally engage an attorney
after an initial consultation, especially where the attorney suspects that the prospective
client has made the initial contact with a view toward disqualifying the attorney from
representing the prospective client's adversary in anticipated litigation.
7. Avoid "subject matter" conflicts of interest. When a prospective representation is
likely to involve the client's disclosure of proprietary business or technology information
to the attorney, the attorney or firm should take steps beyond the traditional client
conflicts checking procedures to avoid concurrent representation, at least by the same
attorney, of clients whose interests are potentially adverse as a result of their involvement
in closely related technology areas. Obviously, there is no easy way to decide, for
example, how related is too related, or to otherwise predict which clients are someday
likely to be adverse to which prospective clients. But a mechanism should be established
for soliciting the input of attorneys actively engaged in representing existing clients in
technology areas related to the business of prospective clients regarding whether the
proposed representation is advisable. E- mail provides a convenient means for alerting the
appropriate attorneys, and for documenting that appropriate inquiries were made.
8. Implement appropriate screening procedures promptly. Such procedures include
excluding the "tainted" attorney from participating in the potentially conflicting matter,
instructing all other attorneys, patent agents, paralegals and administrative staff not to
discuss
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to documents and other materials relating to the matter, n95 and segregating fees derived
from the matter, so that he does not receive any portion of those fees. n96 Also, where
the potential conflict arises from the hiring of the tainted attorney, implement the
procedures before he or she joins the new firm or law department. Regardless of how
sophisticated and well- implemented the screening procedures, failure to have them in
place before client confidences can be disclosed may constitute an ethical violation. n97
9. In the event of a conflict, promptly take remedial action. When a conflict develops,
it is essential that the proper steps be taken to resolve the conflict appropriately. It may be
possible to discharge the conflict by obtaining the affected client's consent. But "consent"
means informed consent ; all potential adverse consequences must be disclosed. If the
conflict is irremediable, the applicable withdrawal procedures, including obtaining leave
of court when required, must be carefully observed. n98 Failure to comply with those
procedures may subject the attorney to disciplinary action.
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