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I. Introduction 

  

"[T]he Constitution recognizes an original, preexisting, inherent right of property in 
the invention and authorizes Congress to secure to inventors the enjoyment of that right. 
But the right existed before the Constitution and above the Constitution, and is, as a 
natural right, more clear than that which a man can assert in almost any other kind of 
property." - Daniel Webster 

  



Few things could be more important to the theory and practice of patent law than the 
establishment of firm principles governing the scope of a patent owner's property rights 
and the legal procedures necessary to enforce those rights. Yet, surprisingly, there 
appears to be a growing controversy regarding the exact nature of these rights, 
specifically among joint inventors. Even more surprising, the Court of Appeals for the 
Federal Circuit, an institution created to harmonize patent law princi- 



 [*252]  ples,  n1 recently rendered a split decision in Ethicon v. U.S. Surgical,  n2 a case 
involving questions of property rights and enforcement rights litigated among joint 
inventors in the wake of the 1984 amendment to 35 U.S.C. Section 116. 

This article analyzes the Federal Circuit's decision in Ethicon and discusses several 
public policy and equity concerns raised by the court's ruling. In addition, the article will 
briefly explore some procedural changes that might be implemented to address these 
concerns and alleviate the unnecessary hardships that Ethicon may inflict on certain joint 
inventors. 

  

II. Overview  

  

A. The 1984 Amendment 

  

The 1984 amendment to 35 U.S.C.  

 116 ("the 1984 amendment") broadened the eligibility for joint inventorship to 
include any person who makes an inventive contribution to a least one claim of the 
patent.  n3 The clear legislative intent behind this amendment, as well as related changes 
to 35 U.S.C. §  103, was to facilitate easy delineation of inventorship with respect to 
"team research" within corporate research and development departments and large 
academic institutions.  n4 Prior to this amendment, corporations and universities often 
experienced difficulties in securing patents for "team" inventions because no single 
researcher on the team could show inventorship of every claim of the patent sufficient 
enough to warrant being named as an inventor.  n5 As a 



 [*253]  result, it was sometimes necessary to file multiple patent applications, all 
directed toward the same basic invention, in order to circumvent various inventorship 
problems arising under the old §  116. 

Of course, the 1984 amendment was not the first legislative attempt to relax the 
standards for joint inventorship. In 1967, a patent reform bill introduced in both the 
House and Senate included a proposal to amend §  116 to allow individuals who 
contributed to some but not all the claims of a patent to be named as joint inventors.  n6 
However, the 1967 reform bill was never enacted, and, significantly, the proposal to 
amend §  116 was omitted from the next major patent reform bill that emerged in 1976. 

Three objections were raised in 1976 against the §  116 amendment liberalizing joint 
inventorship. Opponents claimed that the amendment would "(1) lower the standard of 
invention; (2) confuse the prosecution of the application and litigation of the patent; and 
(3) create a bias against individual inventors."  n7 

  

However, the §  116 proposal then reappeared as part of the 1984 amendment, and 
was enacted with comparatively little debate over what effect the resulting liberalized 
inventorship rules might have on the property rights of independent joint inventors and 
patent co-owners. One question that might reasonably be asked, therefore, is how a 
proposal that seemingly had been rejected by the legislature only eight years earlier, on 
the basis of serious potential problems that it might cause, could pass in 1984 without 
sparking much strong opposition? Surely it was evident in 1984 that the amendment to §  
116, absent a special provision to cover patents not jointly assigned to a single ownership 
entity, might have an adverse effect on the property rights of those inventors operating 
outside the paradigm of the corporate/academic "research team."  

  

One answer may lie in the fact that, throughout the 1984 congressional debates, the 
patent reform bill was innocuously referred to as a "housekeeping bill,"  n8 which may 
have partially masked what was really a significant shift in the law of inventorship 
toward the notion of the "corporate patent" based upon the "research team" concept, and a 
concomitant change in the allocation of property rights among joint 



 [*254]  inventors. Second, the 1984 amendment was apparently shaped by 
recommendations from an ad hoc committee representing major corporations, research-
oriented industries, and academic institutions,  n9 without significant evidence of input 
by, or on behalf of, independent inventors.  n10 

  

B. Ethicon v. U.S. Surgical 

  

In Ethicon v. U.S. Surgical,  n11 Ethicon attempted to enjoin the defendant, U.S. 
Surgical, from manufacturing or selling a surgical device known as a "safety trocar," 
which allegedly infringed two claims of an Ethicon patent (U.S. Patent 4,535,773) 
disclosing a similar device and naming Dr. Yoon as the sole inventor.  n12 Ethicon also 
sought to collect damages for past infringement.  n13 While the suit was pending in 
district court, however, the defendant became aware of Mr. Choi, an electronics 
technician who claimed to have collaborated with Dr. Yoon on the safety trocar project, 
but was nevertheless unnamed as a co-inventor on the '773 application.  n14 U.S. 
Surgical immediately purchased from Mr. Choi a license (purporting to operate 
retroactively) to manufacture the claimed invention, together with an agreement from Mr. 
Choi to assist in any legal proceedings relating to the '773 patent.  n15 U.S. Surgical then 
moved 



 [*255]  to correct inventorship of the Ethicon patent by adding Mr. Choi as a co- inventor 
under 35 U.S.C. §  256  n16 and moved to have the infringement complaint dismissed.  
n17 

  

The district court found that Mr. Choi had, indeed, contributed to two of the fifty-five 
claims of the '773 patent (although not the same two that Ethicon claimed were infringed)  
n18 and ordered that he be added to the patent as a named inventor.  n19 The court also 
granted the defendant's motion to dismiss on the grounds that Mr. Choi, having now been 
deemed a necessary plaintiff in any infringement suit, was unwilling to consent to the suit 
against U.S. Surgical.  n20 The district court found no fault with Mr. Choi's granting a 
"retroactive" license to U.S. Surgical  n21 and therefore refused to grant relief to Ethicon 
for alleged past infringement by U.S. Surgical.  n22 

  

The Federal Circuit, over a sharp dissent by Judge Newman, upheld the district 
court's ruling, conceding that a joint inventor, even one who was a relatively minor 
contributor to the overall invention, could effectively prevent another joint inventor from 
enforcing the patent against an alleged infringer.  n23 Although the majority 
acknowledged that a joint owner cannot technically grant a release from past 
infringement in the form of a retroactive license to an accused infringer, the court 
reasoned that a joint owner may effectively do so, simply by refusing to join his or her 
fellow co-owner(s) as a plaintiff in the infringement suit.  n24 Even though the latter 
course of action is not taken retroactively, it effectively blocks retrospective relief. 

  

In her dissent, Judge Newman argued that the 1984 amendment seriously altered the 
previously established scheme of property rights with 



 [*256]  respect to joint inventorship.  n25 The clearly-established rule existing prior to 
the 1984 amendment was that joint inventors shared an equal and undivided interest in 
their patent.  n26 However, Judge Newman argued that this rule was based on an "all 
claims" doctrine of joint inventorship that has since been repudiated by the 1984 
amendment.  n27 Under the new law governing joint inventorship, she opined, a property 
rule that grants equal and undivided interests to joint inventors, regardless of their 
respective inventive contributions to the individual claims of the patent, is both illogical 
and inequitable.  n28 

  

III. Analysis of the Ethicon Opinion 

  

There can be little doubt that the majority's opinion correctly restates the federal 
patent law as it exists today. Because the law prior to 1984 created equal and undivided 
interests among joint inventors, and because Congress was entirely silent on this issue 
during its proceedings,  n29 the unavoidable legal conclusion must be that Congress did 
not intend to change the preexisting property scheme by means of the 1984 amendment. 
Since there was no change in the existing property scheme discernible from the 1984 
legislative history, Dr. Yoon and Mr. Choi shared equal and undivided interests in the 
'773 patent in accordance with the pre- 1984 property rights scheme. Therefore, 
according to pre-1984 case law, each was "at the mercy" of the other with respect to 
enforcing that patent.  n30 Accordingly, it was jurisprudentially sound for the majority to 
conclude that Mr. Choi could effectively nullify Dr Yoon's infringement suit by refusing 
to join as a plaintiff. 
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Unfortunately, the majority's opinion does not appear to address several valid 
concerns raised in Judge Newman's dissent. Two questions, in particular, remain 
unanswered in the wake of the Ethicon decision. First, is it equitable to apply the property 
rules that were applicable to patent ownership prior to the 1984 amendment in light of the 
new law's liberalization of eligibility for joint inventorship? Second, is a policy allowing 
one joint inventor to obviate the patent enforcement efforts of another, even in the face of 
past infringement, justifiable in light of the 1984 amendment, which significantly 
lowered the hurdle for joint inventorship?  

  

A. Equity of the Pre-1984 Amendment Property Scheme 

  

In her dissent, Judge Newman asserted that prior to 1984, "precedent did not permit 
naming as an inventor a person who did not share in the conception of the invention and 
who did not contribute to all of the claims of the patent."  n31 There is some question, 
however, as to whether this statement is entirely accurate. While the so-called "all 
claims" rule was consonant with existing Patent Office regulations, had a long history in 
patent case law,  n32 and was certainly the law of the land in some jurisdictions prior to 
the 1984 amendment,  n33 it had, in fact, been criticized and/or inconsistently enforced in 
other jurisdictions prior to 1984.  n34  

  

Even if the all claims rule was never universally accepted as law, there seems to be 
some historical merit to Judge Newman's premise that prior to 1984, "a legally 
cognizable 'joint invention' required . . . a real 



 [*258]  partnership in the creation and development of the invention."  n35 Regardless of 
the extent to which this theory was accepted prior to 1984, it at least provided a logical 
basis of foundational support for the preexisting property rule granting equal and 
undivided interests to joint inventors. If joint inventors were members of a "partnership," 
whereby they expended relatively equal amounts of inventive effort and shared a stake in 
the success or failure of their project, then a rule providing equal interests in any resulting 
patent seemed entirely equitable. Further, a rule allowing each owner to foreclose the 
enforcement efforts of the other was not inconsistent with a "shared-effort" scheme. 
While in practice such "equal-stake" partnerships may have been the exception rather 
than the rule, the theory, at least, was logically consistent with the division of rights 
created by the preexisting property scheme. 

  

With the enactment of the 1984 amendment, however, the all claims rule was 
effectively overruled by statute,  n36 and thus, the "partnership" theory of joint 
inventorship was completely eviscerated. Clearly the equal- interest property rule, as 
applied to patent ownership rights, can no longer be supported by the theoretical 
assumption that joint inventors expend roughly equal effort in obtaining the patent and, 
therefore, are entitled to equal interests in the patent.  

  

The fact that the pre-1984 property rule, as applied to patent ownership rights arising 
from inventorship, now appears to be untethered to any theoretical justification clearly 
worried Judge Newman. Unfortunately, the majority in Ethicon did not attempt to 
alleviate this concern by offering any new justification for the continued application of 
the equal- interest property rule. Instead, the majority simply pointed out that joint 
inventorship is a voluntary relationship and, therefore, any inequities resulting from the 
application of the equal- interest property rule must either be accepted by the inventors 
voluntarily, or be dealt with by express agreement among the parties claiming an 
ownership interest.  n37 
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This reasoning may be unsatisfactory to those who view the law optimally as deus ex 
machina, a mechanism that, once set in motion, administers equitable results without the 
need for human interaction. However, from a pragmatic standpoint, the majority's 
opinion does, at least, offer a practical solution to the problem of allocating patent 
ownership rights among joint inventors.  n38 In contrast, Judge Newman's dissent, while 
correctly pointing out the potential inequality of an equal- interest property scheme after 
the 1984 amendment, fails to suggest an alternate property scheme, or how such a scheme 
would work in a real-world application. Presumably, such an alternate system would 
require each individual claim of a patent to be treated as a separate property interest, with 
ownership apportioned according to who made an "inventive contribution" to each claim. 
The practical application of such an alternate system appears unduly burdensome on its 
face, and would likely require major changes in the way patents are currently documented 
and enforced.  n39 Perhaps in light of this concern, the majority chose to maintain the 
equal- interest property scheme, inequitable as it may be, with the feasible justification 
that the "voluntariness principle" will alleviate some of its potential unfairness. 

  

The patent practitioner should note, however, that the majority's decision places a 
heavy burden on patent counsel to advise clients of the potential pitfalls created by joint 
inventorship in light of the Ethicon decision, and how best to avoid or alleviate the risk of 
an inventor being trapped by these pitfalls. It should also be noted that the Ethicon rule 
imposes a particular disadvantage upon small, individual inventors who may not have 
access to patent counsel during the inventive process when the critical decision whether 
or not to collaborate with others must necessarily be made. A seemingly innocent request 
for the pro forma assistance of a technician or a graduate student may result in a co-
inventorship issue and the corresponding risk of losing a portion of one's patent 
ownership rights. 
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B. Public Policy Analysis of the Voluntary Consent Rule 

  

35 U.S.C. §  252 allows joint owners of a patent to make or have made, use, offer to 
sell, or sell the patented invention without the consent of the other co- owners. As the 
majority in Ethicon noted, "the congressional policy expressed by §  262 is that patent co-
owners are 'at the mercy of each other.'"  n40 It might seem logical, therefore, to assume 
that the rule for enforcing one's patent rights would parallel the rule for exploiting those 
rights, thereby enabling any co- owner of a patent to sue for infringement without the 
consent of the other owners.  n41 However, the law has not evolved in this manner. 

  

For better or for worse, in order to bring or sustain an infringement suit against a third 
party, a joint owner typically must be joined voluntarily by all other owners of the patent.  
n42 There are three classic public policy reasons for this seemingly inconsistent rule.  

  

First, there is a public interest in ensuring that each interested party to a patent 
infringement suit has an opportunity to protect his orher substantive rights. This, at first, 
seems to be a plausible rationale since patent infringement suits typically pose a risk of 
the plaintiff's patent rights being lost due to a ruling of invalidity or unenforceability.  
n43 Therefore, the initiation of a patent infringement suit by one co-owner necessarily 
puts at risk the patent rights of all co-owners. However, when one considers that each 
joint owner already has the ability to unilaterally prejudice the pecuniary interests of 
other owners (by granting free licenses, for instance), this reason seems somewhat less 
persuasive. In 



 [*261]  other words, if patent co-owners are "at the mercy of each other" with respect to 
unilateral licensing activities, why shouldn't they also be at the mercy of each other with 
respect to unilateral enforcement actions? 

  

Second, there is a public interest in protecting defendants from having to litigate 
multiple suits, simultaneously or sequentially, concerning infringement of a single patent. 
While this also seems to be a valid policy goal, it is unclear why patent co-owners must 
voluntarily consent to join as plaintiffs in an infringement suit when this goal is equally 
achievable by allowing non-consenting co-owners to be joined as involuntary plaintiffs 
(or defendants) under the Federal Rules of Civil Procedure ("FRCP").  n44 

  

Third, there is a public interest in protecting "the interest of a co-owner in being able 
to license to third parties under his or her patent without harassing suits by other co-
owners."  n45 While this is certainly a laudable goal, it is questionable whether it 
necessarily dictates adherence to the voluntary consent rule. A truly harassing suit by one 
co-owner against the licensee of another co- owner could easily be quelled before trial, 
for instance, by simply producing a copy of the valid license agreement. Furthermore, the 
FRCP already provide stiff sanctions to discourage harassing lawsuits.  n46 Upon closer 
inspection, therefore, it seems that the freedom-from-harassment explanation has less to 
do with the substantive rights of parties and more to do with judicial efficiency. The real 
thrust of this policy seems to be that, when a plaintiff cannot join all the co- owners of the 
patent, the court will simply assume, for the sake of judicial efficiency, that some 
volitional reason exists as to why the other co-owners are unwilling to join the suit. For 
instance, one of the holdouts may have licensed the patent to the alleged infringer, or may 
have simply consented to the infringer's use of the patent.  n47 As 



 [*262]  another example, some co-owners may have reservations regarding the validity 
of the infringement suit and/or the enforceability of their patent and, therefore, do not 
wish to join the suit. In a sense, this policy encourages co-owners to work out their own 
internal disputes before continuing a claim against a third party. 

  

The problem with this policy is that while it may be logical in cases where the 
plaintiff seeks merely to enjoin future infringing activity, it is clearly unreasonable in 
cases where the plaintiff also seeks damages for past infringement. The reason for this 
difference is that past infringement is a factual question which, if proven, results in 
measurable damages independent of any hypothetical actions of other co-owners. To bar 
a patent co-owner from bringing suit against an alleged past infringer, solely because one 
of his or her fellow co-owners refuses to join the suit at a later time, seems to deprive the 
interested co-owner of a legitimate and adjudicable cause of action.  

  

Prior to the 1984 amendment, this trade-off between judicial efficiency and the 
substantive rights of patent co-owners may have been justifiable, at least with respect to 
joint inventors who maintained their respective ownership interests,  n48 under the 
partnership theory of joint inventorship. Since, at that time, joint inventors were 
presumed to have made roughly equal contributions of inventive effort to the patented 
invention, it was reasonable to assume that they also had roughly equal interests in the 
disposition of their patent rights. In other words, the amount of money each was willing 
to accept to license or sell his or her individual patent rights, and the effort each was 
willing to expend to protect and defend those rights, were assumed to be roughly equal.  

  

On this basis, a reasonable inference could be drawn that when a potential plaintiff 
failed to obtain the consent of the other patent co-owners, either the case was too weak to 
justify the expense of litigation or one or more of the joint owners had already settled 
with the accused infringer, presumably for an amount comparable to what could have 
been obtained at trial. In either situation, judicial efficiency was achieved prior to the 
1984 amendment because the roughly equal interest of each patent 



 [*263]  co-owner served as a check and balance against the ability of other co-owners to 
bring or dispose of a case against an infringer. These vested interests were also likely to 
preclude the defendant from escaping liability by settling for mere "pennies on the 
dollar."  n49 Each patent co-owner's stake was simply too high.  

  

In the wake of the 1984 amendment, however, the presumption that co- inventors 
(who maintain their ownership rights) have roughly equal interests in the disposition of 
their patent rights is no longer valid. As the Ethicon case illustrates, co- inventors who 
invest disproportionate inventive effort, in the form of time, money and research, will 
consequently have different levels of interest in protecting and defending their patent 
rights. For instance, a co- inventor who sinks three years of research and a million dollars 
of capital into an invention will typically be much more willing to litigate a costly 
infringement suit than another co- inventor who spent just one weekend developing a 
relatively minor element of the invention. Under the rule of Ethicon (applying an equal-
interest property rule to non-equal-stake co- inventor relationships), both co- inventors 
will own an equal share of the patent. However, these interests will actually be in sharp 
conflict with each other because of the wide disparity in each co- inventor's level of 
contribution. 

  

C. Possible Procedural Changes  

  

The potential conflict of interest among joint inventors, described above, leads to the 
conclusion that the rule existing prior to the 1984 amendment (requiring voluntary 
consent of all patent co-owners in an infringement suit) is no longer applicable in the 
wake of the 1984 amendment. A more equitable rule, and the one proposed by Judge 
Newman in her dissent, would allow non-consenting parties to be joined as involuntary 
plaintiffs under Rule 19(a) of the FRCP.  

  

This suggestion regarding the involuntary joinder of plaintiffs in patent infringement 
suits has been made before. For example, Wright et al. have long suggested that  

  

there seems to be no good reason, other than some abstract notion of doctrinal purity 
for not extending the involuntary plaintiff rule to cover co-owners of a patent . . . . 
Inasmuch as the rule relating to co-owners occasionally prevents 



 [*264]  one co-owner from securing relief, its continued application cannot be justified.  
n50 

  

This occasional injustice does not occur in the patent licensor/licensee relationship. 
Indeed, it is an odd result that under the rule of Independent Wireless Telephone Co. v. 
Radio Corp. of America,  n51 which was explicitly incorporated into Rule 19(a) of the 
FRCP in 1937, exclusive licensees seem to have more protection against infringement by 
third parties than do co-owners of a patent. In fact, as Wright et al. point out, even joint 
applicants for a patent appear to have more procedural autonomy than do joint owners.  
n52 

  

The historical justification for not invoking involuntary joinder among patent co-
owners is that such joinder is premised on an implied obligation arising from a trust 
relationship among the parties that, as a matter of law, does not exist among co-owners.  
n53 Whereas a patent owner who licenses his invention to another party is said to "hold 
the title to the patent in trust for such a licensee, to the extent that he must allow the use 
of his name as plaintiff,"  n54 patent co- owners are not deemed to hold any such duty of 
trust towards each other.  n55  

  

As the preceding discussion on the voluntary consent rule has established, however, 
and as the result in Ethicon clearly illustrates, the fact that patent co- owners owe no 
special duty of trust to one another is simply not a useful distinction upon which to base 
an otherwise inequitable rule. Indeed, it is precisely the fact that co-owners have no duty 
of trust towards each other, coupled with the fact that their respective investments may be 
greatly disproportionate, that supports the conclusion that the involuntary joinder 
technique of Rule 19(a) should be equally available to patent co-owners and exclusive 
licensees alike. 
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At a minimum, though, co-owners should not be allowed to effectively grant ex post 
facto releases to accused infringers (by agreeing to assist the infringer in any future 
litigation actions brought by the other co-owners), once either party to the prospective 
litigation has notice of possible infringement. To hold otherwise systematically 
prejudices the interests of major investors of inventive effort in favor of minor investors. 
In addition, it creates an incentive for infringers to shop for "latent" co- inventors, such as 
Mr. Choi, who are willing to act as "road- blocks" to preclude enforcement by other co-
owners against identified infringers. This has the net effect of lowering the cost of patent 
infringement by decreasing the likelihood that infringers will be successfully sued, a 
policy that should never be endorsed by the court because patent protection is only 
achievable to the extent that infringement remains a much more costly option than 
purchasing a patent license. 

  

In ruling that Mr. Choi's license to U.S. Surgical is tantamount to a release, based 
upon his written refusal to consent to suit, the Federal Circuit in Ethicon seems to have 
engaged in a type of legal formalism that has long been discouraged by the drafters of the 
FRCP.  n56 If the general rule is that co-owners cannot grant releases, as the majority 
readily acknowledged,  n57 then the court should look past the formalistic requirements 
of joinder to "determine whether in equity and good conscience the action should proceed 
among the parties before it, or should be dismissed . . . ."  n58 By focusing on a variety of 
equitable considerations the court could have ruled, for instance, that mandatory joinder 
of Mr. Choi was proper under Rule 19(a) in light of: 1) Ethicon's good faith allegations of 
past patent infringement by U.S. Surgical; 2) the fact that Mr. Choi contributed to only 
two of the fifty-five claims of the '377 patent; and 3) that Dr. Yoon did not originally 
believe that Mr. Choi was a joint inventor and, therefore, had no opportunity to enter into 
a contractual agreement regarding enforcement rights. 
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IV. Conclusion and Outlook 

  

It may seem odd that, fifteen years after the enactment of the 1984 amendment, the 
Federal Circuit is just now dealing with a case of first impression involving the scope of 
property rights in the era of liberalized joint inventorship. This can readily be explained, 
however, by the fact that most multiple- inventor patents, at least those valuable enough to 
be litigated, arise through work within commercial or university research organizations, 
and are assigned ab initio to a single ownership entity.  n59 Indeed, this type of team 
research effort was specifically envisioned by the drafters of the 1984 amendment. 

  

Ethicon is an important case because it forced the Federal Circuit to consider some 
key questions regarding property rights and public policy that have essentially la in 
dormant since the enactment of the 1984 amendment. The sharp split of opinion in 
reaching the Ethicon decision shows that a seemingly fundamental principle of law can 
often crumble under its own weight when the theoretical underpinnings that once 
provided its logical justification are removed, leaving behind a vestigial principle of law 
devoid of doctrinal support. 

  

In Ethicon, the court's decision, while jurisprudentially correct, risks causing potential 
inequities among disproportionately vested joint inventors as well as a general erosion of 
the social policy against patent infringement. In light of these weaknesses, together with 
the fact that the Federal Circuit split sharply on these very important issues, we believe 
that additional action is needed to more fully delineate and resolve these issues. 
Alternatives for such action include legislative clarification of the patent property rights 
vision in light of the 1984 amendment, en banc consideration by the Federal Circuit, or 
even Supreme Court review. In the absence of such corrective action, we believe that the 
Ethicon decision will spur defendants in patent litigations to search in earnest for latent 
co-inventors who can absolve the defendants of their sins - past, present and future. 
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