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INTRODUCTION

The application of the concept of equivalents to the means
plus function claims of the Rusch-2 patent is at the very core of
this lawsuit. Plaintiffs have based their case for infringement of
the Rusch-2 patent on proof that Activision's computer technology
used with an Atari 2600 Video Computer System results in displaying
bouncing spots on television screens. This contention in large part
explains the disagreement between Plaintiffs' expert opinion testi-
mony and that offered by Activision. Nonetheless, the patent law
clearly requires that the issue of equivalents be addressed by a
comparison of underlying functions, means and results--not by a
ritualistic incantation of the "means plus function" patent language
without regard to actual technical implementation. This comparison
of functions, means and results should be made with close reference
to the rationale of the concept of equivalents: to prevent a fraud
on the patent by slight modifications to avoid literal infringement.

The evidence at trial amply has demonstrated that the
underlying means and functions of Activision's computer software are
profoundly dissimilar to that of the circuitry disclosed in the
Rusch-2 patent, and therefore that no equivalence has been proved by
Plaintiffs. Plaiatiffs should not be allowed to expand the scope of
the Rusch-2 patent to include the "idea" of video games, but instead
must be limited to the technical implementation contained in the

Rusch-2 specifications, and its equivalents.

//

i

=l
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ARGUMENT
I.
PLAINTIFFS HAVE THE BURDEN OF PERSUASION
TO PROVE CONTRIBUTORY INFRINGEMENT.
In contrast to the issue of patent invalidity, the burden
of persuasion and the burden of coming forward with evidence on the
issue of contributory infringement is on Plaintiffs. ©See, e.g.,

Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1534 n.4 (Fed.

Cir. 1983) ("[o]n the infringement issue, the burden is borne
throughout by the patent owner (or exclusive licensee)"). Plain-
tiffs therefore must prove substantial identity between the "inven-
tion" which is the subject of the patent in suit, and the accused

device. See generally Graver Tank & Manufacturing Co. v. Linde Air

Products Co., 339 U.S. 605, 607-09 (1950) (employing the doctrine of

equivalents to support a finding of infringement where the accused
electrical flux was substantially identical to the patent in suit).
The public policy of construing the patent monopoly nar-
rowly 1is particularly strong in the context of contributory
infringement, since a finding of contributory infringement is the
"functional equivalent" of holding that the disputed article is

covered by the patent monopoly. See Sony Corp. of America v.

Universal City Studios, Inc., 464 U.S. 417, 52 U.S.L.W. 4090, 4096

(1984) (in contributory infringement cases, courts have "always
recognized the critical importance of not allowing the patentee to
extend his monopoly beyond the limits of his specific grant").

4

D
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1L

"MEANS PLUS FUNCTION" PATENT CLAIMS
ARE DEFINED BY THE PATENT
SPECIFICATIONS AND EQUIVALENTS.
As stated by the Federal Circuit in the recent case of
Palumbo v. Don-Joy Co., 762 F.2d 969, 974 (Fed. Cir. 1985): "[t]he
infringement inguiry is broken down into two steps: first, the
scope of the claims must be ascertained, and then the trier must
decide whether the claims cover the accused device." Thus, the
first ingquiry is the scope of the claims at issue.
Every patent application must contain:
". . . a written description of the invention, and
of the manner and process of making and using it, in
such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it
pertains . . . to make and use the same. . . ." (35
U.S.C. §112 (emphasis added))

The language of the seven asserted claims in this litigation do not
give any hint of the "full, clear, concise, [or] exact" way to make
or use the apparatus. However, the fifth paragraph of Section 112

allows patentees to avoid the linguistic difficulties of including

in each patent claim an abundance of technical language:

"[a]ln element in a claim for a combination may be
expressed as a means or step for performing a
specified function without the recital of structure,
material, or acts in support thereof, and such claim
shall be construed to cover the corresponding struc-
ture, material, or acts described in the specifi-
cation and equivalents thereof." (35 U.S.C. §l112
(emphasis added))

Since the seven claims in this case are expressed as "means for,b"

each of the claims by operation of law incorporates the circuits,

-
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drawings, schematics, and technology set out in the "specifications"

1

sections of the patent.——/
Several courts squarely have held that Section 112's

language limits a means plus function combination patent to the

specification and its equivalents. See, e.g., Lockheed Aircraft

Corp. v. United States, 553 F.2d 69, 80-81 (Ct. Cl. 1977) ("it is

fitting and proper to look to the specification in interpreting the

claims of the patent in suit and this is so even if such a review

results in a narrower interpretation of the claims that the broad

means plus function clauses of the claims would at first

indicate")—g/ (emphasis added); Graphicana Corp. v. Baia Corp.,

472 F.2d 1202, 1204 (6th Cir. 1973) ("an inventor cannot by the mere
use of the word 'means' appropriate any and all kinds of devices
which may perform the specified function or any other mechanism or
device than that which is described in the patent or which is its

mechanical equivalent"). See generally 2 D. Chisum, Patents

§8.04[2] (1985); A. Deller, Patent Claims §90 (2d ed. 1971) ("[t]he

objection to functional claims is that an inventor cannot obtain the
exclusive right to all means of securing a desirable result. All he
can validly claim is his means and means similar thereto");

4 A. Deller, Deller''s Walker on Patents §255 (2d ed. 1965)

1/ The "specifications" of the Rusch-2 patent are attached
hereto as Exhibit A for the convenience of the Court.

_2/ The Lockheed case was cited with approval of its
Section 112 analysis by the Federal Circuit in Palumbo v. Don-Joy
Co., 762 F.2d 969, 975 (Fed. Cir. 1985)

TE

-
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(functional claims are "consistently construed as limited to the
disclosure and its equivalents").—g/

Indeed, without "corresponding structure, material, or
acts described in the specification," a "means plus function" patent
could not possibly meet the "enablement" requirement of Section 112:
"a written description of the invention, and of the manner and

process of making and using it . . . to enable any person skilled in

the art . . . to make and use the same." See In re Knowlton, 481

F.2d 1357, 1368 (C.C.P.A. 1973); 2 D. Chisum, Patents §8.04[1]
(1985).

It is apparent that Plaintiffs' strategy is to expand the
scope of the Rusch-2 patent to include all video game technologies
which can generate "hitting symbols," "hit symbols," "ascertain

' and impart "distinct motion." Despite Plaintiffs'

coincidence,'
obvious need to expand the Rusch-2 patent's scope to encompass
Activision's radically-different computer technology, no such

patenting of an "idea" is allowed by the patent law. See, e.g.,

Jones v. Hardy, 727 F.2d 1524, 1528 (Fed. Cir. 1984) ("'ideas' are

3/ Plaintiffs have contended that "[i]t is a comparison of
the accused device and the claim language that determines the
presence of literal infringement, not a comparison of the accused
device and the particular embodiment of the invention disclosed in
the patent drawings and associated description." Plaintiffs'
Pretrial Memorandum at 20. This contention is demonstrably
incorrect as applied to "means plus function" patent claims like
those asserted in this case. Thus, Plaintiffs' citation to case
authority in their Pretrial Proposed Points of Law for the proposi-
tion that the "patentee is not confined to a particular illustrative
mode disclosed in the specification" (No. 27) is simply inapposite,
as those cases do not analyze the scope of means plus function
claims.

_ -5-
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not patentable; claimed structures and methods are")_—i/ See

generally A. Deller, Patent Claims §232 at 664 (2d ed. 1971) ("[a]

function per se is not patentable. . . . The structure and not the
function is the thing to be secured by the claim.")

It is time to put to rest once and for all Plaintiffs'
efforts assiduously to ignore the statutory language "and shall be

construed to cover the corresponding structure, material, or acts

described in the specification and equivalents thereof." 35 U.S.C.

§112 (emphasis added). The key case on this point is Hale Fire Pump

Co. v. Tokai, Ltd., 614 F.2d 1278 (C.C.P.A. 1980) (cited with

approval in Palumbo v. Don-Joy, supra). In Hale Fire Pump the court

stated as follows:

"Because we are dealing with a 'means for' type claim,
reference must be made to the last paragraph of 35
U.S.C. §112, which provides [quote omitted].

"The only structure described in Appellant's
specification which corresponds to the releasable
means is a reversible jack screw assembly. There-
fore, the 'releasable means' in claim 1 must be con-
strued to cover a reversible jack screw and
'equivalents thereof.' [Citation omitted.] Because
respondents' pumps clearly do not include a revers-
ible jack screw, we must determine whether these
pumps include a functional equivalent." (614 F.2d
at 1282-83)

As if this straightforward application of the statutory

language were not sufficient, the Hale Fire Pump court added the

4/ See also Parker v. Flook, 437 U.S. 584 (1978); Gottschalk
v. Benson, 409 U.S. 63, 67, 71 (1972) (finding that a patent for
programming a digital computer was invalid because the practical
result would be the extension of the patent monopoly to an idea).
See generally 1 D. Chisum, Patents §1.03[6] (1985).

-
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following footnote clarifying that function is not synonymous with

result:

"Appellant's position is that respondent's

pumps do contain such a 'releasable means' because

they are capable of performing the functions

described in the claim after the words 'releasable

means.' However, according to Section 112, 'means

for' claims are not to be read in a vacuum and can

only be construed by reference to the specifica-

tion." (Id. at 1283 n.5 (emphasis in original))

The infringement analysis for a means plus function patent
is therefore a three-part inquiry: (i) is the accused device
identical to the patent specification [literal infringement];

(ii) if not, is the accused device equivalent to the patent speci-
fication on an element-by-element basis [Section 112 equivaients—-
literal infringement]; (iii) if not, is the accused device taken as
a whole equivalent to the patent specification taken as a whole
[doctrine of equivalents]. This memorandum will proceed to discuss
(i), then (iii), as the equivalents analysis in (ii) and (iii) is
very similar, but the law of eguivalents has developed primarily in

the context of (iii) [doctrine of equivalents]. Finally, the memo-

randum will address (ii) [Section 112 equivalents].

III.
THE ACCUSED ACTIVISION SOFTWARE IS NOT
IDENTICAL TO ANY OF THE CIRCUITRY IN THE
SPECIFICATIONS OF THE RUSCH-2 PATENT.
The first step in the infringement analysis of any patent
is to determine whether the accused device is the same as the device

-
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described by the patent. In line with the strict construction of
the scope of the patent monopoly, the patent law requires complete
identity between the patent and the accused device in order to
establish literal infringement. Of course, in the present case
Activision does not manufacture the whole accused device, only
software capable of being used on the Atari 2600 Video Computer
System. The issue is therefore contributory infringement rather
than direct infringement, but this distinction does not dilute the
threshold requirement that a determination of identity must be
established in order to find literal infringement.

The expert testimony at trial differed radically on the
issue of patent infringement, but it is nonetheless undisputed that
the technology of the Activision accused ROM cartridges and the
Rusch=-2 patent specifications is far from identical. For example,
"means for generating a hitting symbol" is a sawtooth wave generator
and diode slicer.—é/ The Atari 2600 using Activision software has
neither of those circuits. The critical infringement issue becomes
whether Plaintiffs can carry their burden of proof on the issue of
demonstrating equivalents=--either under the rubric of literal

infringement of the elements of a means plus function claim under

5/ Activision is referring in this analysis to each of the
seven claims which Magnavox asserts in this action. Activision is
not asserting--nor has it ever asserted--that limitations found in
other claims of the Rusch-2 patent not at issue in this case should
be literally and completely "read into" any one or more of the seven
asserted claims. But cf. King Instrument Corp. v. Otari Corp., 226
U.S.P.Q. 402 (Fed. Cir. 1985) (emphasizing that other patent claims
should be considered in determining Section 112 equivalents).

i

" -8=
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Section 112, or by the doctrine of equivalents applied to the

asserted claims of the Rusch-2 patent.

IvV.

UNDER THE DOCTRINE OF EQUIVALENTS, ACTIVISION
SOFTWARE IS NOT EQUIVALENT TO THE CIRCUITRY
IN THE SPECIFICATIONS OF THE RUSCH-2 PATENT.

A. Equivalents Defined-=-
Means, Function and Result.

The concept of equivalents allows a finding of infringe-
ment even though the allegedly=-infringing device as a whole is not
identical to the patented device. However, the concept of équiva—
lents is applied to expand the scope of the patent monopoly only if

the allegedly infringing device accomplishes the same result as the

patent by use of a substantially equivalent functional principle and

means. See, e.g., Graver Tank & Manufacturing Co. v. Linde Air

Products Co., 339 U.S. 605 (1950); Atlas Powder Co. v. E.I. DuPont

de Nemours & Co., 750 F.2d 1569, 1579 (Fed. Cir. 1984). The tri-

partite test of equivalents announced in Graver Tank, supra,

(result, means and function) should itself not become the priscner
of its own formula.' Id. A "substantially equivalent" m2ans is an
unimportant or slight variation designed to conceal the infringement

of the patent. Thomas & Betts Corp. v. Litton Systems, Inc., 720

F.2d 1572, 1579-80 (Fed. Cir. 1983) (the purpose of the doctrine of
equivalents is to prevent the patent copier "who merely makes

insubstantial substitutions").

.
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In the classic equivalents case, the alleged infringer
pbtains a copy of the patent, or the device it purports to cover,
Bbsorbs all of its teachings, and sets out to design around the

disclosed and claimed invention. See, e.g., Graver Tank & Manu-

facturing Co. v. Linde Air Products Co., supra, 339 U.S. at 608

("[t]he essence of the doctrine [of equivalents] is that one may not

|
practice a fraud on a patent"); Atlas Powder Co. v. E.I. DuPont De |

Nemours & Co., 750 F.2d 1569 (Fed. Cir. 1984) (using the doctrine of |

equivalents where the infringer had used the gist of the invention
to devise a non-literally infringing combination with only one

ingredient in explosive mixture changed). See generally 4

D. Chisum, Patents §18.04 (1985) ("[w]hile contrary to the general
principle that the claims measure the scope of the patent monopoly,
the doctrine is retained in order to prevent persons from practicing
frauds on patents"). It could hardly be clearer that Activision's

software is not the result of a studied attempt to use the teachings

bf the Rusch-2 patent with the introduction of "slight wvariations"
to design around the claimed invention. In fact, the uncontrovertedi
bvidence, including Plaintiffs' expert Dr. Ribbens, indicated that
the teachings of the Rusch-2 patent would be absolutely valueless in
ny attempt to design the Activision programs or the Atari 2600
which are the accused combination in this case. (Revised Finding of
Fact "FF" No. 153.)

4

//

4
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B. The Rusch-2 Patent Must Be
Accorded A Narrow Scope Of
Equivalents.

In applying the doctrine of equivalents (or Section 112
equivalents) the Court should first determine the scope that it
should accord to the equivalents. This threshold determination is
often the most important single step in an equivalents analysis,
just as the determination to use strict scrutiny or rational basis
is critical in a constitutional equal protection analysis. The
Supreme Court and the Federal Circuit have enunciated three factors
for the Court to consider in deciding whether or not the scope
should be broad or narrow--and thereby cover only devices which are
very similar in means, function and result. These three factors
are:

(1) Pioneer versus improvement patent;

(2) Validity challenged or unchallenged; and

(3) Effect of claim of "file wrapper estoppel."

See generally 4 D. Chisum, Patents §18.04 (1985). As noted below,
all three factors dictate use of a narrow scope of equivalents in

this case.

1. The Rusch-2 Patent Is An
Improvement Patent Restricted
To A Narrow Scope Of Egquivalents.

The most important factor in determining scope of equiva-
lents is whether the patent is a pioneer or improvement patent. A

//

‘ -11-
MEMORANDUM OF ACTIVISION, INC. REGARDING EQUIVALENTS




HOWARD
RICE
. EMEROVSK]

RUBERTSON
& FALK

A Professional Corporanon

10

11

14

15

186

17

18

19

20

21

22

23

24

25

26

pioneer patent, one which opens a new technological field,—é/ is

entitled to a broad range of equivalents. See, e.qg., Thomas & Betts

Corp. v. Litton Systems, Inc., 720 F.2d 1572, 1580 (Fed. Cir. 1983).

In contrast, a mere improvement patent like the Rusch-2 is
restricted to a narrower range of equivalents in order to distin-
guish the patent from the prior art and the equivalents of the prior
art. See, e.g9., id. The reason for this distinction is that an
improvement patent is necessarily narrow in scope to avoid invalid-
ity on account of the pioneer patent and other prior art. Plain-
tiffs have never contended in this action that Rusch-2 is a pioneer
patent. To the contrary, Plaintiffs conceded to the Patent Office
that Baer-1 is the pioneer patent and Rusch himself describéd his
work as an attempted improvement to Baer in his Patent Disclosure

Sheet (FF Nos. 47-49, Exhibits JL-4 and CJ.)

2 The Rusch-2 Patent Must Be
Accorded A Narrow Scope Of
Equivalents Because Its
Validity Is Very Much In Issue.

Where the validity of an improvement patent is challenged
on the ground of obviousness in light of the prior art (as it wvigor-

ously is in this case), the application of the doctrine of

6/ A pioneer patent covers a function never before performed,
or a function of such novelty and importance as to make a distinct
step in the progress of the art. See, e.g., Westinghouse v. Boyden
Power Brake Co., 170 U.S. 537, 561-62 (1898); Connell v. Sears,
Roebuck & Co., 559 F. Supp. 229 (N.D. Ala.), aff'd in part and mod-
ified in part and vacated in part on other grounds, 722 F.2d. 1542
(Fed. Cir. 1983).
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equivalents is particularly limited. See id. (giving an improvement
patent "a range of eguivalents narrow enough to distinguish over the
prior art and, thus, to avoid invalidity. . . . [W]here validity in
view of the prior art has not been challenged, the court is less
free to limit the application of the doctrine of equivalents than

where invalidity is specifically urged by the alleged infringer").

3. The Doctrine Of File Wrapper
Estoppel Requires A Narrow
Scope 0Of Equivalents For The
Rusch-2 Patent.

Application of the doctrine of equivalents is also limited
by the patent law doctrine of "file wrapper estoppel," which pre-
cludes a patentee from obtaining a claim construction resurrecting
subject matter surrendered during prosecution of the patent applica-

tion. See, e.g., Thomas & Betts Corp. v. Litton Systems, Inc., 720

F.2d 1572, 1579 (F=d. Cir. 1983); Hughes Aircraft Co. v. United

States, 717 F.2d 1351, 1362 (Fed. Cir. 1983). See generally Graham

v. John Deere Co., 383 U.S. 1, 33-34 (1966). Plaintiffs have urged

the exclusion of computer art from consideration as prior art on the
issue of obviousness, and argued before the Patent Office in the
Baer reissue proceeding and in this case that computer games are
non-analogous, inapplicable prior art. However, by seeking to
include the computer technology of the Atari 2600 used with
Activision software as the equivalent of the Rusch-2 technology,
Plaintiffs are attempting to "have it both ways" with respect to
computer technology (exclusion as prior art but inclusion as

e
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equivalents). This attempt to expand the scope of equivalents

should be rejected as inconsistent with the doctrine of file wrapper

estoppel.

. The Accused Activision
Software Does Not Use The
Teachings Of The Rusch-2
Patent.

The evidence at trial conclusively demonstrated that even
if the seven claims of the Rusch-2 patent were given a relatively
broad scope, Activision's copyrighted computer software used with
the Atari 2600 Video Computer System is not technologically egquiva-
lent to any element of the analog circuitry disclosed in the Rusch-2

patent.—z/

It is not a copy of any part of the Rusch-2 or a fraud
on Rusch-2, nor--taken element by element or as a whole--is it by
any stretch of the imagination equivalent to Rusch=-2.

The testimony of Plaintiffs' expert, Dr. Ribbens, revealed
the fundamental discrepancy between Plaintiffs' and Activision's
views on the scope of the Rusch-2 patent claims. Dr. Ribbens was

asked to apply the "means for" language of the Rusch-2 patent to the

Atari 2600 used with an Activision program. Dr. Ribbens never

7/ It is indeed ironic that Plaintiffs blithely argue in this
case that Rusch's analog apparatus is equivalent to a stored program
digital computer. In William Rusch's signed July, 1968 "Final
Report" (Exhibit HW at 5), Mr. Rusch states unequivocally that the
very heart of his improvement is use of an analog method for spot
generation as distinguished from what Baer and Rusch called the
digital approach embodied in the Baer-1 pioneer patent.

. -14-
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substantively compared the circuitry disclosed in the specifications
of the Rusch-2 patent with the actdal technology of the Atari 2600
used with Activision software. In fact, Plaintiffs studiously
avoided confronting the crucial issue of determining equivalents
with reference to the actual disclosed technology, and have instead
been content to find equivalents solely on the basis of result
rather than technical similarity. With this as his marching orders,
Dr. Ribbens not surprisingly found that the Atari 2600 used with an
Activision program had "means for generating" a "hit symbol,"
"hitting symbol," "ascertaining coincidence" and "imparting a

distinct motion," since a video game with a bouncing spot is the
result of the playing of the accused Activision software on'the
Atari 2600. As a matter of simple "cause and effect" logic,
wherever a result obtains, a means for causing that result neces-
sarily must exist.

It is absolutely clear, however, that simple similarity of

result is not enough under the doctrine of equivalents. The recent

Federal Circuit decision in American Hospital Supply Corp. v.

Travenol Laboratories, Inc., 745 F.2d 1 (Fed. Cir. 1984) is espe-

cially instructive on the issues of the inadequacy of similar result
alone to establish equivalents, and the importance of a different

fundamental functional principle. In American Hospital Supply the

patent covered a nutritional formulation for patients with liver
disease. The accused device also provided adegquate nutrition to
patents with severe liver disease who could not tolerate normal
proteins. However, the two formulations were found not equivalent,

=, 1
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primarily because of a lack of equivalent functional principle and
means arising from the fact that the accused device followed the

teachings of a medical theory different from the medical theory of

the patent.
The evidence adduced by Activision demonstrates the funda- |
mental lack of eguivalents between the Rusch-2 patent and the

accused Activision software. It is undisputed that the Rusch-2 '

atent teaches a designer of the Atari 2600 or Activision software
bsolutely nothing about how to go about their tasks. (FF

os. 153, 156.) The evidence reveals that the Atari 2600 is a
stored program digital computer capable, with appropriate software,
of playing chess or bridge against the human player or simulating

the complex flight of a space shuttle. (FF No. 140.) The Rusch-2

device, on the other hand, is simply not a computer, and is
accordingly incapable of the essential functional principles and
technical means of the Atari 2600 used with an accused Activision

software program. (Id.)

Activision's expert witness (Charles Thacker) testified

that the Rusch-2 analog circuitry is dramatically different in ‘
functional principle and means from the stored program digital

computer technology of Activision's software. Cf. RCA Corp. V.

Applied Digital Data Systems, Inc., 730 F.2d 1440, 1446 (Fed. Cir.),

cert. dismissed sub nom. Hazeltine Corp. v. RCA Corp., ==U.S.--, 53

U.S.L.W. 3160 (Aug. 29, 1984) (finding certain digital circuitry not
a "mere substitution" for analog circuitry). A brief review of the
functional characteristics and underlying operating principles of

iy
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stored program digital computers like the Atari 2600 on the one
hand, and the Rusch analog circuitry on the other hand, clearly
reveals the radical dissimilarity of the two technologies.

The Atari 2600 is a stored program digital computer—g/
capable of using interchangeable software in the form of ROM
cartridges like the accused Activision games. The Rusch-2 tech-
nology is a set of discrete analog hard-wired circuits. The Atari
2600 calculates the positions of the images to be displayed by use
lof a microprocessor. The Rusch-2 technology cannot perform any
computations, but rather directly controls and displays the spots.
(FF Nos. 139, 144, 150.) The Atari 2600 utilizes a read only memory
(ROM) chip to instruct the microprocessor as to the nature bf the
game to be played. The Rusch-2 technology has no memory device.

(FF No. 144.) The Atari 2600 also uses a random access memory (RAM)
contained in the microprocessor/central processing unit (CPU) to
store computations and positions. The Rusch-2 technology has no
equivalent memory. (FF No. 149.) The Atari 2600 uses a CPU (the
microprocessor). The Rusch-2 technology has no CPU or

microprocessor. (FF No. 144.) The Atari 2600 utilizes external

8/ Despite the testimony of Activision's expert and the Atari
employee (Carl Nielsen) primarily responsible for the design of the
%tari 2600 Video Computer System, and Magnavox' own advertisements
regarding the Odyssey 2 being a computer system, Plaintiffs have

ersisted in asserting that the Acari 2600 is not a "computer."

onetheless, the overwhelming evidence at trial indicated that the
Atari 2600 is a stored program digital computer which can, for
example, play bridge or chess against a human player or can be
programmed by the game designer and by the user with a BASIC
cartridge. (FF No. 143.)

//
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contacts to receive ROM chips (e.g., Activision cartridges), but the
Rusch-2 is self-contained, with no external contacts. (FF No. 144.)
The Atari 2600 can display a literally infinite variety of wvideo
ames on interchangeable ROM chips with complex figures,

ackgrounds, action and scoring. In contrast, the Rusch-2 circuits
annot be reconfigured to play a substantial variety of games and
annot be programmed at all. Nor can the Rusch-2 patent technology
eep score, or generate backgrounds or complex figures. (Id.)
Indeed, the only "backgrounds" supplied in connection with the early
ODdyssey games were transparent plastic overlays which the player
taped to the television screen. (FF No. 136.) The Rusch-2 patent
circuitry contains approximately 50 transistors, whereas the Atari
2600 with a program has upwards of 50,000 transistor elements. (FF
No. 151.) The process of designing Activision software has nothing
in common with the hardware design process of the Rusch-2 patent,
and even involves different disciplines. (FF No. 154.) All of
these differences are fundamental to the very nature of the two
machines, and demonstrate the lack of substantial equivalence

S/

between the two technologies.—

9/ The related doctrine of "reverse equivalents" also applies
to the present case. This doctrine has been recognized by the
United States Supreme Court, and provides that a device which per-
forms the same function or accomplishes the same result by substan-
tially different means, principle, mode of operation or in a
ubstantially different way does not infringe. Thus, where a device
is so far changed in principle from a patented article, but never-
theless falls within the literal words of the claim, the doctrine of
equivalents can be used to restrict the patent claim and defeat an

(continued)
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None of these fundamental differences between the Rusch-2
specifications and the Atari 2600 with an Activision program is

seriously disputed in this case. Instead, Plaintiffs' expert wit-

ness essentially testified that the two technologies were equivalent |
pecause they achieved equivalent results. When asked to explain the

reason for his conclusion that Activision software was equivalent to |

ome element of the asserted claims of the Rusch=-2 patent,

r. Ribbens indicated that both the Atari 2600 and the Rusch=-2
enerated and moved spots on a television screen in time relation-
hip to the horizontal and vertical synchronization pulses. This
'reason" for finding equivalent means and function is no reason at
gll, as Dr. Ribbens admitted on cross-examination that all technolo-
gies (VCRs, cable TV, broadcast TV, etc.) for generating a coherent
image on a television screen must necessarily do so in a time rela-
ionship to the horizontal and vertical synchronization pulses. The

functional principle which Dr. Ribbens invoked to support his con-

clusion of equivalence is not the functional principle or invention

pf the Rusch-2 patent, it is the functional principle of television

itself! (EFF Nos. 157, 158.)

9/ (footncte ‘continued)

action for infringement. See Graver Tank & Mfg. Co. v. Linde Air
Prod. Co., 339 U.S. 605, 608-09 (1950); Decca Ltd. v. United States,
20 F.2d 1010, 1014 (Ct. Cl.), cert. denied, 400 U.S. 865 (1970)
("[a] device so far changed in principle from a patented device that
it performs the same or similar function in a substantially
Hifferent way"); Reynolds-Southwestern Corp. v. Dresser Industries,
Tnc., 372 F.2d 592, 595 (5th Cir. 1967); SRI Int'l v. Matsushita
Elec. Corp. of America, 591 F. Supp. 464 (N.D. Cal. 1984). See
generally 4 D. Chisum, Patents §18.04[4] (1984); Pigott, Equivalents
in Reverse, 48 J. Pat. Off. Soc'y 291 (1966).

=19=
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The computer and the Rusch-2 circuitry are two different
pecies of mechanisms using fundamentally different means and
functional principles. Plaintiffs have not proved that Activision's

software is the equivalent of anything in the Rusch-2 patent.

V.
THE LITERAL SCOPE OF THE RUSCﬁ-Z PATENT IS
DEFINED BY THE CIRCUITRY SET OUT IN THE

PATENT AND EQUIVALENTS OF THAT CIRCUITRY.
Because Plaintiffs have failed to carry their burden of
persuasion with respect to demonstrating the equivalence of the
Rusch=2 claims at issue and the accused Activision software, the
infringement inquiry is essentially at an end. However, as Plain-
Ltiffs have persisted in their effort to assert that the Activision
software can infringe the Rusch-2 patent even though it is not,
taken as a whole, equivalent to any of the asserted claims of the
Rusch-2 patent, the analysis must turn now to the issue of the
Literal scope of the "means plus function" claims of the Rusch-2
patent under what the parties have referred to as "Section 112
kquivalents." It should be apparent from the outset that
Plaintiffs' interpretation of Section 112 produces a dramatically
rounterintuitive result--that an accused device can be found to be
the "same" on an element by element basis for purposes of literal
infringement even though taken as a whole it is not even equivalent
inder the doctrine of equivalents.
//
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A. Section 112 Egquivalents Are
Limited To Mechanical Equiva-
lents Of Specific Means.

The element by element equivalents analysislg/ of the
specific "means" at issue to ascertain the scope of the claims
should be limited to "functional equivalent([s]." For example, in

Hale Fire Pump Co. v. Tokai, Ltd., 614 F.2d 1278 (C.C.P.A.

1980),11/ Section 112 functional equivalence was not found between
the reversible jack screw assembly for a centrifugal pump (the
structure contained in the specification of releasable means in
claim 1 of the patent) and the knobs and handles used for releasable

means in the accused device. The Hale Fire Pump court emphasized

that there was no correspondence between the two technologies even
though both technologies could perform the functions described in
the claim. Id. at 1283 n.5.72/ A review of the two "releasable
means" technologies for centrifugal pumps found not equivalent in

Hale Fire Pump clearly demonstrates just how closely similar two

technologies must be in order to come within the equivalents

10/ The "element by element" character of Section 112
equivalents, as opposed to the "entirety of the accused device"
analysis of the doctrine of equivalents, was endorsed in D.M.I.,
Inc. v. Deere & Co.,. 755 F.2d 1570, 1575 (Fed. Cir. 1985).

11/ The decisions of the Court of Customs and Patent Appeals
have been specifically recognized by the Federal Circuit as binding
precedent. South Corp. v. United States, 690 F.2d 1368, 1369 (Fed.
Cir. 1982). Hale Fire Pump was a unanimous decision by a five-judge
panel that included four of the ten present Federal Circuit judges
and included Chief Judge Markey, the author of the decision in
D.M.1., Inc. v. Deere & Co., 755 F.2d 1570 (Fed. Cir. 1983).

12/ See supra at 7.
£
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extension of the patent monopoly. Activision's argument for

nonequivalents in this case is a fortiori in light of Hale Fire
Pump.
The Federal Circuit's recent decision in Palumbo v. Don-

Joy Co., 762 F.2d 969 (Fed. Cir. 1985) approved the Hale Fire Pump

analysis of Section 112 equivalents. Palumbo involved a patent for
an orthopedic knee brace whose independent claims utilize "means
plus function" language. E.g.:

"said force developing means including first and

second elastic bands wrapped in a first circumferen-

tial direction about the leg, one of said elastic

bands wrapped above the knee and the other wrapped

below the knee . . . ." (Palumbo claim No. 8) (Id.

at 971)

The accused knee brace device in Palumbo had some simi-
larities to both the Palumbo patent specification and to another
knee brace patent which was prior art for the Palumbo knee brace.
The Palumbo.patent prosecution history showed specific narrowing of
the patent to avoid the prior knee brace patent. The accused
infringer in Palumbo moved for summary judgment on the issue of no
infringement. The trial court granted summary judgment, specific-
ally holding that the patent was limited strictly to the specifica-
tion and ignoring the question of whether or not there was an
equivalent to the specification. The Federal Circuit reversed,
finding that a factual issue existed as to whether the accused

device was equivalent to the "described embodiment" of the patent,

i.e., the specific technology disclosed in the patent specification.

The Federal Circuit in Palumbo also noted that the

P Y
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district court mistakenly exactly identified equivalents of specifi-
cations of claim elements under a Section 112 literal infringement
analysis with the doctrine of equivalents which applies if no
literal infringement is found. The Palumbo court specifically
stated that the established doctrine of equivalents analysis is

"relevant in any equivalents determination," citing with approval

Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339 U.S.

605, 609 (1950); Hale Fire Pump Co. v. Tokai, Ltd., 614 F.2d 1278

(C.C.P.A. 1980) and Lockheed Aircraft Corp. v. United States, 553

F.2d 69 (Ct. Cl. 1977).l§/ The Federal Circuit nonetheless indi-
cated that the doctrine of equivalents and equivalents of speci=-

fications under Section 112 "are not completely identical notions"

and "can be different" (emphasis added), since Section 112 eguiva-
lents can lead to a finding of literal infringement, while the
doctrine of equivalents will be invoked if no literal infringement

is found. Palumbo, supra, 762 F.2d at 975 n.4.14/

13/ See also King Instrument Corp. v. Otari Corp., 226
U.S.P.Q. 402 (Fed. Cir. 1985) ("[a]s aid for ascertaining breadth of
eguivalents under §112, a number of factors may be considered: the
patent specification, the prosecution history of the patent, other
claims in the patent, and expert testimony"). The patent at issue
in King Instrument related to an apparatus for loading magnetic tape
into cassettes. The Federal Circuit began its analysis of the mean
plus function claim language by turning immediately to the structure
set out in the preferred embodiment. The King Instrument court
relied heavily on expert testimony that the accused tape loading
devices were Section 112 equivalents of the patent specifications.

14/ The facts in Palumbo presented a genuine triable issue as
to functional interchangeability of the arms and counterarm of the
patent specification and the mechanism in the accused device which

(continued)
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There is an obvious lack of mechanical interchangeability
of Activision's computer software used with an Atari video computer
system and the elements of the Rusch-2 circuitry for generating and

displaying bouncing spots on television. The Rusch=-2 technology

works on a fundamentally different functional principle using funda
mentally different means from the Atari computer for which Activi-
sion manufactures software, and no interchangeability of electrical
circuits for generating hit spots, hitting spots, ascertaining
coincidence and imparting distinct motion can take place between the
two technologies. Therefore, no Section 112 equivalence between
Activision software and any element of the‘Rusch-Z patent specifica-

tion has been proved by Plaintiffs.

The recent Federal Circuit decision in Stewart=Warner

Corp. v. City of Pontiac, No. 84-1026 (Fed. Cir., July 18, 1985) is

instructive on the narrow scope of functional equivalents of "means

plus function" claim elements under Section 112. In Stewart-Warner,
the Federal Circuit affirmed the lower court's finding of no equiva=-
lents under Section 112 of the patented scoreboard display system
and the accused scoreboard display system at the Silverdome in
Pontiac, Michigan. Obviously the two scoreboard technologies accom-
plished the same result. Indeed, both scoreboard display systems

employed computer technology. Nonetheless, the Federal Circuit

14/ (footnote continued)

performed the same arm and counterarm function. In contrast, it is
undisputed that there is no functional interchangeability between
the elements of the Rusch-2 patent circuitry and the accused games.

-Dill =
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cartridge. (FF No. 159-162.)
The equivalents test under Section 112 is not whether the

thimate result (display of bouncing spots on televisions) is

erformed by the accused device, but whether there is mechanical
orrespondence between the elements of the two devices. See, e.g.,

ale Fire Pump Co. v. Tokai, Ltd., 614 F.2d 1278, 1283 at n.5

(C.C.P.A. 1980)(finding no functional equivalence of two mechanical

means for accomplishing the same result).lé/

CONCLUSION
The Atari 2600 used with an accused Activision program and
the circuitry in the specifications of the Rusch-2 patent are radi-
cally dissimilar in every respect but the lowest common denominator
of the result of bouncing spots on television screens. Under the
pstablished test for the doctrine of equivalents, this "similarity"
pf result is just not enough. In order for Plaintiffs to carry
their burden of persuasion on the issue of contributory infringe-

ment, Plaintiffs must prove that the Rusch-2 patent and the Atari

15/ In D.M.I.,/ Inc. v. Deere & Co., 755 F.2d 1570, 1575 (Fed.
Cir. 1985), the Federal Circuit reversed a trial court's granting of
summary judgment in favor of defendant on the issue of no equiva-
lents under Section 112. The Federal Circuit indicated that the
quivalents analysis in the context of Section 112 should focus on
Fquivalents of the specific elements of the claims expressed as
'means plus function." Accordingly, the correct reading of D.M.I.
reveals that the equivalents analysis for a specific claim element
under Section 112 should be more restrictive than under the doctrine
pof equivalents for the entire accused device.

%
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A
TELEVISION GAMING APPARATUS

Matter enclosed in beavy brackets [ ] sppears i the
m“mtnnw!dmhmw
cation; matter printed (a ialics indicates the additions
made by reisee.

This invention relates 1o the subject matter disciosed

“in Sér. No. 126,966 filed Mar. 22, 1971. 2

" continuation of application Ser. No. 697,798 filed Jan.

15, 1968, now sbandoned; and application Ser. No.
713,862, filed Mar. 18, 1968, now US. Pat No.
3,497,829.

BACKGROUND OF THE INVENTION

This invention relates to an apparatus and method by
means of which standard television receivers can be
utilized as active rather than passive instruments. This

'is accomplished in certain embodiments by having par-

ticipants manipulate conwols of a control unit con-
nected to the television receiver to cause a symbol.
such as a rectangle, circle, ring, star, cross, spot or a
plurality of spots, to be displayed upon the television
screen by means of which the participants can play a
variety of games, participate in simulated training pro-
grams, as well as carty out other activities. By way of
example, modified versions of the well-known game of
ping-pong may be played by two participants by physi-
cally or electronically placing an appropriate mask rep-
resenting the net upon the screen of the television re-
ceiver. Three displayed spots represent two puddles
and a ball wherein the ball is moved in a particular di-
rection when “hit” by a paddle.

Heretofore, color and monochrome television receiv-
ers have been used generally by the home and other
viewers as passive devices, i.e., the television receiver
is used only as a display means for programming origi-
nating at a studio. The viewer is limited to selecting the
presentations available for viewing and is not a partici-
pant to the extent that he can control or influence the
nature of, or add to the presentation displayed on the
receiver screen.

A standard receiver employed with auxiliary equip-
ment to provide an active form of home entertainment
is described in a patent application for “Teclevision
Gaming and Training Apparatus,” Ser. No. 126,966
filed Mar. 22, 1971 a continuation of Ser. No. 697,798,
filed Jan. 15, 1968, and amigned to the assignee of this
application. Since most homes are equipped with tele.
vision receivers, the only expense required to provide
added family enjoyment is the expense of a control unit
of one type or another.

SUMMARY OF THE INVENTION

Accordingly, it is an object of the present invention
to provide apparatus and methods for displaying video
signals on the screen of a television receiver, where
some or all of the video signals are both generuted and
controlled by apparatus external to the telcvision re-
ceiver.

It is another object of the present invention o pro-
vide an apparatus and method wherein a standard color
or monochrome television receiver is utilized as an ac-
tive instrument for playing vanous types of games n-
volving one or more participants.
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It is u further object of the present invention to pro.-
vide a device whereby un individual may pit his alen.
ness, skill. manual dextenty and visual acuity against
sutomatically controlled video displays.

It s yet a further object of the present invention to
provide an apparatus which will generate spots such as
squares, rectangles, circles, rings, sturs, etc. which may
be controlled by one or more parucipants for playing
various typss of games. i

it is another object of the present invention (o pro-
vide a cathode ray tube apparatus for displaying sym-
bols 1o be manipulated by partcipants. ;

It is yet another object of the present mvention to
provide an apparatus which will allow one or more par-
ticipants (0 actively use a standard television set while
receiving background and other perunent pictonal in-
formation from a cooperative commercial TV, closed-
circuit TV, or CATYV station, thus combining or alter-
nating studio and home-generated information on the
TV screen.

It is still another object of the present invention to
allow the use of standard TV set for gaming or other ac-
tvities without the need for any kind of intcrnal electn-
cal connection to the TV set for the introduction of
video and/or chroma signals, conncctions bcing re-
quired to be made only to the externally-accessible an-
tenna terminais.

In accordance with one embodiment of the present
invention, a television gaming apparutus is provided for
generating videu signals in accordance with the stan-
dardized television format, which signals may be con-
trolled by an individual opcrator by meuns of a joystick
or other manually operative means. The televiion
gaming apparatus comprises control apparatus having
included therein the necessury electronic circuits to
produce video signals which are compatible with stan-
dard television receivers.

The control apparatus has video signal control means
mounted thereon for each acccss and connecting
means are provided for coupling the video signals gen-
erated within the control box to the television receiver.

By way of illustration, the television gaming appara-
tus can be used for playing a game of ping-pong by pro-
viding on a TV screen two spots which represent pad-
dles. Means are provided for enabling the players to
control the vertical movement of the spots. Meas . are
also provided for generating on the screen of the “.levi-
sion receiver a third spot which reprcsents the ping-
pong ball, which spot automatically moves fron. an off-
screen left position on an off-screen right position and
vice versa unless “*hit” by a paddle spot whereupon the
ball spot will change direction. The players have fur-
ther controls for chunging the vertical pusition of the
ball spot.

Suitabic overlays or presentations from a cooperative
TV station may be used in conjunction with said games
to enhance the asthetic appeal thereof.

BRIEF DESCRIPTION OF THE DRAWINGS

The abnve-mentioncd and other foatures and objects
of this invention will become more upparcnt by reter-
ence to the following description taken in conjuncuon
with the accompanying drawings. in which:

FIG. 1 is a pictorial vicw illustrating the principle
compunents of an embadiment of the invention,

FIG. 1A is a pictoriul view illustrating an alternate
cmbodiment for the vontrol unit of FiG. I



F1G. 2 is a sketch illustrating a typical TV screen and
overiay mask as employed in an embodiment of this in-
vention;

FIG. 3 & a sketch illustrating the manner in which

are formed on a TV screen;

na uammmmgmwm

FIG J.n“&andﬂumuudld
generating spots on & TV screen;

FiG. C-aMdﬁcﬁ-iw‘md 10

representative spots:

FIG. 7 is-a schematic of & sync/sawtootilr gencrator
employed in the embodiment of FIG. §:

F1G. 8 are schematics of circuits empiloyed in the em-
bodiment of FIG. S;

FIG. 9A is a schematic of potentiometer controls
used to generats slicer control voltages:

F1G. 9B is a schematic of joystick controiled pounu-
ometers used 10 generate slicer control voltages:

FI1G. !Ciaumﬁcdjoyuickmmlled
potentiometer-integrator control used to generate
slicer control voitages;

F1G. 10A is a schematic of a position flip-flop circuit
used to control spots in certain applications of this in-
vention;

FI1G. 10B are sketches of representative waveforms
of the circuit of FIG. 10A;

F1G. 11A is a block diagram of apparatus of control-
ling a “hit" spot;

FIG. 11B is a sketch illustrating the manner in which
the apparatus of FIG. I1A controls a “hit” spot:
[ supplies]

FIG. 11C is a schematic of the horizontal gated dif-
ferentiator of FIG. 11A;

FIG. 11D is a schematic of the bilateral switch, inte-
grator and wall bounce control of FIG. 11A;

FIG. 12A is a diagram of apparatus for a simulated
ping-pong game:.

FIG. 12B is a sketch of a TV screen illustrating the
manner of play of the ping-pong game of F1G. 12A;

FIG. 12C is a skewch of a TV screen illustrating the
manner of play of a simulated hockey game using the
apparatus of FIG. 12A;

FI1G. 12D = a skeich of a TV screen dluurlmgdh
manner of play of a simulated baseball game:

FIG. 13 & a sketch illustrating a class of games
(*chase’ games) which can be played using the appa-
ratus of this invention;

F1G. 14 is a diagram of apparatus forannmhud
hockey game;

F1G. 15A is a diagram of apparatus for the simulated
handball game;

F1G. 15B is a sketch of & TV screen illustrating the
mdphydamuhudhmdbﬂlpmmlme
spparatus of FIG. 15A;

FIG. 16A is a diagram of apparatus for a simulated
pmball game;

FIG. 16B is a skewch of a TV screen illustrating the

manner of play of a pinball game using the apparatus

of F1G. 16A;
FIG. 17A is a diagram of apparatus for a simulated

bowling game;
FIG. 17B is a sketch of a TV screen illustrating the

manner of play of a bowling game using the apparatus

of FIG. 17A;
F1GS. 18A~18C are block diagrams of “built-in" em-
bodiments of the invenuon;

5

FIG. 19 s a stmplificd block diagram of another em-
bodiment of TV gaming apparatus; and

FI1G. 20 s an alternate embodiment of circuits em-
ployed in the embodiment of FIG. §.

DESCRIPTION OF PREFERRED EMBODIMENTS
Thepnmpdmwuo(m embodiment of a

-uhmnmgmmmmlwh

15

20

2s

30

Pt}

40

nvention are illustrated in FIG. | which is a pictorial
view showing a television receiver 10, 2 control unit 14
and means 12 for connecting control unit 14 to re-
ceiver 10, The television recsiver 10 employed can be
any of the standard commercially available models that
are generally used for home entertainment. Either a
monochrome or color television set may be used with
the present invention since the basic principles of the
invention apply o both types. The connecuon means
12 is in this embodiment a shiclded cable, for example,
shielded twin lead, and is attached to the antenna ter-
minals of receiver 10 in conventional fashion.

Control unit 14 generates video signals shown as
spots 20,, 20, and 21. The spots 20, and 20, are pos:-
tioned on the receiver screen 18 by knobs 16,. 17,. and
16y, 17,, respectively. For clarity, the spot 21 is illus-
trated as a circle and the spots 20 are illustrated as
diamonds, however, many shapes can be generated. In
the devices to be described hereinafter, circles are gen-
erally employed.

Knob 16 controls the vertical position of spot 20,
while knob 17 controls the horizontal position thereof.
Thus, it can be seen that the spot 20, may be positioned
at any point on the screen by the proper manipulation
of knobs 16 and 17. Spot 20, i3 positioned in like man-
ner by knob 16,, 17,. In this embodiment spot 21 is au-
tomatically positioned on screen 18 without manual
control. This will be described more fully hereinafter.
A reset switch 26 is shown on the control unit 14 and
is used 1o reset the picture on the television screen. For
example. a game may be played in which one spot is 10
be positioned over the other and when this is accom-
plished one spot will disappear and the background will
change color. When games of this nature are played. a
reset means is required before play can be resumed.
5 Reset switch 26 performs this function.

A knob 15 controls background color for color TV
receiver applicauons wherein a chroma generator s
employed in the manner set forth in said application
Ser. No. 126.966. Alternatively, control unit 14 may be
50 broken up into a master control unit containing the
electronic circuns and individual control units contain-
lﬂ' control knobs l6|. l’;. and Ih. I’.. thuw each
participant may operate from a position away from the
odnf and so not to interfere with other players. This &
* illustrated in F1G. 1A wherein control unit 14 is broken
up into a master control unit 27 and individual control
units 22 and 23. The master control unit 27 contains
the electronic circuitry found in control unit 14 and
controls 26 and 1S. Knobs 16, 17 and 16, 17, which
position the spots 20, and 20, are situated on individual
control units 22 and 23 respectively.

The knobs 16, 17 may be combined into a single joy-
stick permitting control of the horizontal and vertical
spot positioning by a single control means.

Orher spot position and control means (not shown)
can be incorporated into the control unit(s) and thete
will be descnbed hereinafter.



Rather than provide a separate control unmt, the elec-
tronic circuitry of the control unit could be built into
the television receiver as a constituent pant thereof and
the receiver sold as both an active and passive home
entertainment system. Control units containing the ac-

tual manipulating controls can be provided as above.

A typical ssquence of steps (0 play & game using the
invention would be s follows: 1. Artach con- -

nection means 12 10 TV set 10 at the antenna terminals

" thereol, if not sirdady attached; 2. turn the TV et on:
" - 3. salect the proper channel on the set foe the control

.. unit.being used: 4 apply power o the control unit: §.

attach a mask on the face of the TV screen; if required
for the game to be played; 6. begin the game.

Referring now 10 F1G. 2, a televisicn screen 18 is il-
lustrated having three spots 24,, 24,, and 25 displayed
thereon. Spots 24 are “hitting™ spots and spot 2§ is a
“hit” spot. Spots 24, and 24, represent, for example,
hockey players while spot 1S represents a hockey puck.
An overiay mask 30 of some type of transparent mate-
nial such as plastic or the like, having some type of pat-
tern, picture or other illustration pertaining to the par-
ticular game to be played is shown in a lifted position.
Prior to engaging in a game, the overlay mask 30 is
temporarily attached to television screen 18 and in
such close proximity to it as not to creats any distortion
when viewed with reference to spots 24 and 25. One
type of overiay mask represents a hockey field to be
used for playing a modified game of hockey. Still an-
other pattern could represent a ping-pong table, base-
ball diamond. etc. These are but a few of the many type
games that can be adapted for use with the present in-
vention.

Alternatively, rather than employ overlay mask 30,
the pattern to be provided could be displayed directly
on the screen 18. The pattern could be broadcast by
TV stations or alternatively could be sent to a non-used
channel over closed-circuit or CATV lines. It could
also be generated electronically in the video control
system.

The basic theory of TV gaming devices as described
herein is now set forth,

Referring to FIG. 3, at time zero the TV electron
beam is at the upper left of screen 18. It starts moving
quickly to the right and slowly downwards. Sixty-three
and one-half (63.5) microseconds later a § microsec-
ond horizontal sync pulse is fed into the TV set, causing
the beam to fly back rapidly o the left of the screen.
The beam then moves to the right for 63.5 microsec-
onds untl the next horizontal sync pulse causes the
next flyback to the left. After about 250 such horizon-
tal scans (lines) the beam has progressed to the bottom
of the screen. A vertical sync pulse fed into the TV set
causes rapid ( | millisecond) vertical flyback to the top
of the screen and another cycle begins.

Now, still referring to F1G. 3, assume that the major
portion of the screen is dark (beam blankcd) except for
the areas shown as SPOT 1 and SPOT 2. The spots are
made by passing a ( positive) unblanking video signal to
the TV set when. and only when, the "“beam” is passing
over the areas of the spots. (Quotes are used around
beam becuause although therc is no real beam when
blanking is in effect. the scanning signals occur and can
be thought of as sull moving the *‘non-existent beam’™”
m the scanning pattermn ).

The videv (unblanking ) signals required for spot gen-
eration as described with the aid of FIG. 3. To derive
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SPOT 1. assume that u pluse of width Wy, is generated
Twi microseconds after the occurrence of euch honzon-
tal sync puise. Define these new pulses as Py, = hon-
zontal video pulse for SPOT 1. If these P, pulses were
used as unblanking (video) in the TV set, the beam
would brighten whencver it had moved a distance
equivaient to Ty, from the left side of the screen. If
would stay bright for a length equivalent 1o W,, and
then darken. This would happen all during the vertical
scin and 250 bright little line seyments of width W,
would appear to the sy as a vertical column (shown

‘shaded in FIG. J).

Now. SPOT 1 vertical video pulses P,, are made to
bc of width W, and to occur Ty, milliseconds after the
start of the vertical sweep. W, is on the order of 63.5
microseconds. permitting some |10 horizontal scans to
ke place with Py, is on. If P,, were used alone as the
unblanking (video) signal to the TV set. ten lines the
width of the set would be brightened while P,, was on
and a bright honizontal bar of width W, (shown shaded
in FIG. 3) would be viewed.

As the last step in spot generation, SPOT | horizontal
video pulses (Py,) and vertical video pulses (P,,) are
passed through a coincidence gate. The yate has an
output only when buth Py, and P,, are on. The pate
output becomes SPOT 1 video (unblank) signal. From
FIG. J it is obvious that the beam s now unblanked
only where the P, vertical shaded column and the
Pv. horizontal shaded bur overtap. Thus. a bright spot
30 SPOT 1. comprised of about 10 small line segments.
each W, wide. is developed. SPOT 2 is developed in
the like manner.

FIGS. 4 and § are block diagrams illustrating the
manner in which the signals discussed with respect o
FIG. J are generated.

The uming for the television gaming system is estab-
lished by a horizontal sync/sawtooth generator 31 and
a vertical sync/sawtooth generator 32. The horizonul
sync/sawtooth generator 31 generates a series of nega-
tive I _rizontal sync puises 33 having a repetition rate
equivalent to the standard horizontal scanning fre-
quency used in United States commercial television re-
ceivers and the vertical sync/sawtooth generator gener-
ates a series of negative vertical sync pulses 34,

The vertical snyc/sawtooth generator 31 also gener-
ates a 15.75 KHz sawtooth wave 35 (refer now 1o FIG.
%). Sawtooth wave 35 has end limisof +E and O. It 8
directly coupled to a SPOT | horizontal slicer 36. A
“slice™ of the sawtooth ramp of length W, is pussed
through the slicer. By varying voltage e,,. delay T,
can be vaned for spot positioning from left to nght of
the TV screen.

A 60Hz sawtooth 37 is generated by vertical sync-
/sawtooth generutor 32 and & similarly sliced in a
SPOT 1 vertical slicer 29, (o give ramp width W, and
voltage controlled delay T,,. The two sliced waves are
differentiuted by cupucitors 38 and 39 which connect
to the low mput impedance of a SPOT 1 coincidence
gate 40. Since the current through a capacitor 18 C
de/dt, current pulses appear only during the ramp por-
tions of the sliced waveforms. Although the siope of the
vertical ramp is only about one two hundred and sixti-
eth timcs that of the horizontal ramp (60 Hz/15.750
Hz), by making cupacitor 39 approximately 260 umes
the value of capacitor 38, current pulses iy, and i,, are
made eyual in magnitude. Both iy, und iy, must be
present to exceed in magnitude the (negative) thresh-
old of the gate thus producing the SPOT 1 video siznal.



If the invention is to be employed in conjunction with
TV systems having different frequencics (number of
horizontal lines and vertical flyback) then the vertical
and horizontal sync/sawtooth generators would be con-
structed at the different frequencies. This mld_bl
particularly applicable in conjunction with foreign
(other than U.S.) TV systema. :

Other spots are generated in similar fashion. For ex-
' smple, SPOT 2 horizontal slicer 41 is also coupled 0

" the horizotnal sync/sawtooth generator 31 and SPOT 2
- wertical slicer 42 is also coupled to vertical sync/saw-
: _wooth generator 32. The horizontal and vertical slicers |

41 and 42 are coupled to a SPOT 2 coincidence gate
43 by capacitors 44 and 48, respectively. All video spot
signals are fed to an OR gate and puise shaper 46. The
OR gate prevents excessive brightening when spots are
positioned on top of one another. The pulse shaper is
required because in the present embodiment é volt
sawtooth waveforms are used. With such low voltage
the slicing action is soft (rounding at beginning and end
of ramp slice). Consequenuy, the current pulses pro-
duced by differendauon of the ramp slicers are
rounded pulses. Without shaping they produce a spot
without sharply defined edges . . . the edges just “fade

10

cumponent values or voltages and by switching. All
spots can be made hollow as described hereinafter.

Referring now to FIG. 7, there is illustrated thersby
schematically one embodiment of the sync/sawtooth
generators. A generator of this type is described in de-
tail in my co-pending patent application for **Linear
Sawtooth Generator'” Ser. No. 713,862, filed Mar. 18,
1968, now U.S. Pat. No. 3,497,829,

The SPOT 1 slicers 36, 29, the SPOT 1 coincidence
BAts 40 or the OR gate and pulse shaper 46 are ilius- -

~ trated schematically in FIG. & The borizontal 15.75 Hz

15

20

out” gradually mto the dark background. The summer 23

modulater and RF oscillator 28 are set forth in said pa-
tent applicavon Ser. No. 126,966. The RF signal pres-
ented to the antenna lerminals is detected and pro-
cessed by the TV receiver in the standard manner and

displayed on the screen thereof. The output from OR 30

gate and pulse shaper 46 s applied to a summer which
sums all the signals presented thereto (including svnc
pulses from the honzontal and vertical sync/suwtooth
generators, outputs from chroma generator, if used,
etc.). This forms the composite video signal. This signal
is applied to a modulator and RF oscillator for modu-
lating the video information with the RF oscillator car-
rier to generatc the requisite modulated RF signal
which is coupled to the TV antenna terminals.

One of the objects of the present invention is a sys-
temn to produce a round spot which in some instances
s more pleasant and interesting than a square or rect-
angular spot. (especially for “ball” games like ping-
pong. baseball, etc.). This is achieved (even with the

pulse shaper which just gives the round spot sharply de- *

fined edges) by the “round edges” of the current pulses
going into the coincidence gate. For example. the lead-
ing and trailing edges of the current pulse iy, are
rounded. Thus any i, pulses which are added to i, at
this ume will have thinner portions protruding below
the gate threshold level than those appearing during the
full amplitude middle of i\,. Subsequent puise shaping
of the pulses which ""get past” the gate threshold steep-
ens their sides (for sharp spot edges) but doesn't
change their width. Thus the spot is nurrower at wop
and bottom than it is in the middle.

Some of the various spot shapes which can be gener-
ated are shown in F1G. 6. Spots 4. b and ¢ are generated

simply by varying the coincidence gatc threshold 53.

(For an individual spot. Or, all spots can be made to
change shape together by changing the amplitude and
slope of the common sawtooth generators.)

Spows d and e are made either by changing sawtooth

slope (thus changing Wy, and W, ). or by chanung the

slice amplitude tagiin changing W,, and W)).
Various other shapes (four pointed star, cross. etc.)
can be generated by simple adjustments of various

s

«

s
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sawtooth waveform 35§ and the vertical 60 Hz sawtooth
wave 37 waveform are sliced in the slicers 36 and 29,
respectively. The slicers comprise means for generating
a predetermined slice of the sawtooth waveforms and
in the present embodiment include back-to-back di-
odes 47, 48, and 49, 50, respectively. The input saw-
tooth waveforms are applied to the one side of the
diode pair, with the other side being capacitively cou-
pled via capacitors §1, 52, respectively to ground and
being supplied voltages ey, and e,,. respectively. Di-
odes 47 - 50 are preferably germanium diodes because
their low conduction voitage drops permit the achieve-
ment of reasonably small spot size (determined by
sliced ramp duration) with a 6 voit sawtooth. The ca-
pucitors §1,52 serve to make delay control voltages ey,
and e, appear as true voltage sources in cases where
they come from the sliders of relatively high impedance
potentiometers. The differentiating capacitors 38, 39
producing i, and iy, ure followed by the coincidence
gate 40. Variable threshold level is provided by a po-
tentiometer 53 to produce desired spot size and shape
as mentioned hereinbefore. :

Spot video signals are passed through a diode OR
gate 54 of the OR gatc and pulse shaper 46. The “multi
spot” OR'd video signal then passes through a puilse
shaper 88 which stecpens the sides and squares off the
tops of the pulses, giving sharply defined spot edges and
uniform brightness over the area of the spot.

The pulse shaped video signal is then fed. along with
the negative horizontal and vertical sync signals (and
chroma generator output, if applicable) to the summer
and RF oscillator as indicated in F1G. 4.

If desirable, the 60 Hz sync can be extracted from a
photosensor directed toward the front of the TV screen
and horizontal sync can be obtained from a pickup coil
as Jdescnibed in said patent application Ser. No.
126.966. Spots can be generated by using the video sig-
nal described above to short circuit or “crowbar' the
antenna terminals; the RF oscillator not being used.
These features are compatible with a cooperating TV
or CATYV station as descnibed in said patent applicanon
Ser. No. 126.966.

Referring now w FIG. 20, there is illustrated thereby
another embodiment of spot generation for TV gaming.
This embodiment s very much like the embodiment of
F1G. 8. however, changes have been made thereto for
providing improved temperature and voltage stability
such that the spots generated will maintain their size to
a greater degrece over wider temperature and voltage
excursions.

The timmg for the system is established by a horizon-
tal sync/sawtooth generator 210 and a vertcal sync-
/sawtooth generator 211. These generators are like the
generators 31, 32 illustrated in F1G. 7. however, they
use a higher Vcc voltage, in the instant example. 9
volts.
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The sawtooth outputs of the generators 210, 211 are
applied 10 a horizontal slicer 212 and vertical slicer
213, respectively. The slicers 213, 213, are like the slic-
ers 36, 29 of FIG. § with the sxception that silicon di-
odes are used in place of germanium diodcs for temper-
sture stability. However, silicon diodes have a much
greatsr voltage drop and, thersfore, the 9 voit sawtooth

" is used in order to get & seeper sawtooth and therchy -
- not increase spot size which would occur if the 6 voit
_mwiooth of FIG: § was used. o

The two sliced waves are differentiated, s before, by

" capacitors 214 and 218 and applied to a spot coinci.

dence gate 216. The DC voltage for the spot coinci-
dance gate 216 is suabilized by a zener diode 217, A

s

10

diode 218 is also used for temperature compensation. 1§

The principal change in spot coincidence gate 216 as
contrasted to spot coincidence gate 40 of FIG. 8 is the
addition of a peak detector 219 which detects the peak
of the horizontal spot pulses which ride on the vertical

spot puises and feeds this signal back to appropriately 20

bias the coincidence gate to maintain spot size.

The OR gate 220, pulse shaper 221, summer 222 and
RF oscillation and modulator 223 serve the same func-
tions as described with respect to FIG. 8.

Prior to describing vasious games that can be played 25

using the present invention, several of the electronic

‘ functions which the system is capable of providing are

described herein. Many of these depend strongly upon
the voltage control positioning features of the system.

The voltages €yq. €y, (illustrated in FIGS. Sand 8)
control a spot’s horizontal and vertical position. Chang-
ing eua from O volts to, for example. +6 volts moves a
spot across the screen from off-screen right to off-
screen left. A similar change in ey, moves a spot from
off-screen bottom to off-screen top.

In one embodiment. the e, and e, voltages are de-
rived from the slides of the potentiometer 56 and 57
which are connected between ground, and for example.
+6 volts (see FIGS. 9A). Knobs 16, 17 and 16, 17 of
FIGS. 1 and 1A are attached to the potentometers
controlling the positions of SPOT 1 and SPOT 2. If
more than two positioned spots are required, additional
potentiometers and knobs 16,, 17, would be reguired
mn addition to spot horizontal and vertical slicers and
spot coincidence gates. Alternatively, two potentiom-
eters (one vertical, one horizontal) may be connected
to a single joystick 58 in order o provide the user single
handed control of position (see FIG. 9B).

If the control potentiometers 57, 58 are followed by
integrators 59, 60, respectively. (see F1G. 9C) with e,
and ey, obtained from the outputs of the integrators. a
different type of spot positioning is obtained. For exam-
ple, with the two potentometers mechanically con-
nected to a single joystick 58, the spot will move as long
as joystick 58 is away from its center position. The
speed of spot movement is proportional to the distance
the joystick is offset from its center position and the di-
rection of spot motion i determined by the angular po-
sition of the joystick.

45
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60
Whereas the simple H and V joystick of F1G. 9B gives

direct control m which the spot returns to cenier screen
when the joystick is retumned to center, this “integrator
joystick™ of F1IG. 9C merely stops the spot wherever it
happens to be when the joystick i returned to center

The resulting “spongier™” positioning acton is much
more interesting for certuin types of games such as
chase, hockey (“spongy’” motion simulates gliding
skaters very well) soccer. car rucing, etc.

63
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Referring now to FIG. 10A therc is illustrated
thereby yet another urrungement for providing spot pa-
sitioning voltages e, und e,,.

“ When the flip-flop 61 is sat 30 that output 62 is hign
and output 6J is low. the voltage at point 64 cun be var.
ied from approximately 0 to +V voits (for cxample. &
voits) by adjusting potentiometcr 65 ( Potcntiometer 66
has no effect sincs it i disconnected from the circun
by & pair of back biased diodes 67, 68). With flip-flop
61 in its other stable stats, potentiomcter 66 controis
the voitage at point 64 and potentiomcter 65 is discon-
nectad by a pair of diodes 69, 70.

If the delay control voltaye lead for 4 spot (the ¢, , or
€ua input) is connected to point 64 the spot can ¢
made o move (rapidly) between two stable positior-
The stable positions being controlled by potentiom-
eters 65 and 66.

For certain applications, rapid motion is not dewr.
able. In thess cases an RC time constant providec o-
a resistor 71 and a capacitor 72 is added. The spot still
moves between two stable positions but gives the effect
of moving fast when “kicked™ or “*hit" and then gracu-
ally slowing down and finally stopping.

If the RC time constant is replaced by an integrawor
the spot will move at constant velocity Naturally. i
two flip-flops are used (one for horizontal and one for
vertical) a spot can be made to move to any one of four
pot-controllable stable positions.

Typical waveforms taken at points 62, 63, and 64 are
illustrated in FIG. 10B. The trigger to flip-flop 61 can
be the output from a coincidence circuit or a “senc”
flip-flop as will be described hereinafter.

By changing the triggering sequence of two flip-ilons

3 different paths are obtained. A slow frec-running f:=

flop is useful to “serve™ a ball which has zone .
screen when used in a ping pong game, etc. This is 4.
scribed in greater detail hereinafter.

For playing games, two functionally different tvpe= of

40 spots are often generated, a hit spot and 4 hitting spot

The hit spot simulates a ball. a hockey puck. etc A M.
ting spot simulates a paddic, a hockey stick. a golf <lv=
2 hand, etc. The uses for hit and hitting spots wil! - .
come readily apparent whcn various games arc do
scribed hercinafter.

Referring now to FIGS. 11A-11D, there is illust  tcd
yet another electronic function which s included 11 the
present invennon.

This electrical function provides the e, and :, spot
positioning voltages to a hit spot such as sput 73 in
FIG. 11B. These voltages. the vutputs of the circunt
of FI1G. 11A are applied to the horizontal and verucal
slicers of the hit spot generutor. The inputs to the
vircuit of FIG. 11A uare the control voltuges of o
hitting spot. for exumple. spot 74 ur spat 77 ot FlG
11B. The embodiment shown is for applications has-
ing two hitting spots which could represent. for exam-
ple. two ping-pung paddiex in a simulated ping-pong
game.

The hirting spots horizontal control voltages dre Jp-
plicd to a horizontal guted differentiator 85 and the hit-
ting spots’ vertical control voltages are upplicd to a ver
ticul gated diffcrentiator 86. Each of the gated diffcren-
tiators has as further inputs thereto outputs from a pair
of one shot multivibrators 81, 82. The multivibrators
81. 82 are triggered by outputs from a pair ot conc-
dence Jdetcctors B3, 84, respecuvely. Comncidence de-
tector 83 significs coincidence between u fint hitung
spot. for vxample. spat 74, and the it spet foe on e



ple. spot 73. Coincidence detector 84 signifies coinci-
dence between a second hitting spot. for example.
spot 77, and the hit spot.

The gated differentiators 85, 86 provide pulses whose
amplitudes are proportional to the horizontal and verti-
cal components of the velocity of the hitting spot at the
rwtant of contact between the hitting and hit spots. The
puise width is that of the puises from the one shot mul-
tivibrators 81, §2. Accordingly, this causes the hit spot
10 travel in the direction from which it was hit and at

a spesd proportional to bow “hard™ it was hit.

. A pesferred embodiment of horizontal gated differ-
entiator 85 s shown in FIG. 11C. Vertical gated differ-
entiator 86 is constructed in like fashion. The diffcren-
tiator s comprised of capacitors 190 and 191 and feed-
back amplifier 78. The input signais H, and H, are cou-
pled to the differentiator. A pair of switches, 75 and 76,
follow the differentiating capacitors, 190 and 191. The
switches 75, 76 are normally ciosed. One or the other
is opened by a signal from either multivibrator 81 or 82
allowing the differentiator to differentiate the input sig-
nal of the spot which makes coincidence with the hit
spot. The resistors 87, 88 prevent shorting to ground of
the desired signal when the other signal switch 76 or 78
is closed. Resistor 89 is the differentiating feedback re-
sistor. The output pulse of this circuit can be positive
or negative depending upon the direction of the hitting
spot when it coincides with the hit spot. Using the pre-
ferred gated differentiator of FIG. 11C, undesirable
overshoots and preshoots are avoided since the switch-
ing is accomplished following the differentiating capac-
itors rather than before them.

Referring again to FIG. 11A, to provide the control
voltages for the hit spot, the signal dHn/dt must be inte-
grated for a period of time. If the signal is integrated for
a period of time equivalent to the relatively short pulse
width of the one shot multivibrators, the hit spot would
move only during this time and this is too fast a spot
movement. Accordingly, it is desirable to “stretch’ the
tme of spot movement, by for example, providing an
RC delay to the dHn/dt signal. This would be a simpie
matter if dHn/dt and dVn/dt were always one polarity.
However, since dHn/dt and dVn/dt can be either polar-
ity a more complex arrangement s necessary.

When either hitting spot makes coincidence with the
hit spot a coincidence pulse from multivibrators 81 or
82 allows the bilateral gates 92 and 93 to pams positive
or negative dHn/dt and dVn/dt pulses to stretching ca-
pacitors 94 and 95, respectively. After the coincidence
pulse ends, the bilateral gates retumn to their open or
high impedance state and the voltage on capacitors 94
and 95 delay at a rate determined by the capacitors and
resistors 106 and 107.

The stretched pulses at capscitors 94 and 95 are cou- ss

pled to integrators 90 and 91. The outputs of the inte-
grators are voltages e, and e,. These voltages become
the control voltages for the hit spot.

The resuitant effect is that the hit spot moves in the
same direction in which the hitting spot is moving when
coincidence is made. If hit hard, the hit spot moves rap-
idly and far. If the hitting spot is moving slowly at coin-
cidence, the hit spot is merely “nudged” a short dis-
tance and moves slowly.

In the embodiment illustrated. a wall-bounce feature
8 included. When the hit spot is to travel, for example,
along the line 102 (see FIG. 11B), switch 104 is open
and switch 108 is closed and the signal bypasses on in-
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verter lm.\vlununl'n'upotruchqunodnofma
TV screen. it is desired that it “bounce ™ back 2s thown
by line 103 of FIG. 11B, simulating, for exampie, a
puck bouncing off the wall of a rink in a simulated
3 hockey game or a billiard ball bounding from a cush-
ion. The hit spot bounces from the sides of the screen
with a reflection ungle equal 10 the incidence angle.
When the spot reaches the edge of the screen, switch
104 cicses and 108 opens. The signal from the bilateral

lomilhlnmapplhdmthmum' Or via inverter

lﬂAWNwaﬂmlﬂ.llm-

the cass may be provides the requisite signal 1o cause

the switching of switches 104, 108 and 192, 193.
Note, in the event the wall bounce feature is not re-

13 quired. the horizontal system of FIG. 11A may be mod-

ified by deleting switches 104, 108, inverter 108 and
the horizontal wall hit sensor 109, like components also
being deleted from the vertical system.

The bilateral gate 92, integrator 90 and horizontal
wall bounce circuitry is shown in greater detail in F1G.
11D. Like circuitry & also provided for the vertical por-
tion of the

The differentiated signal pulse dHn/dt is applied to

28 bilateral gate 92 which is comprised of a pair of transis-

tors 180, 181. Signals indicative of coincidence be-
tween a hitting and hit spot are obtained from the two
sides of the coincidence multivibrators and are applied
to the bases of the transistors as shown, negative puises

30 turning 181 on and positive pulses tuming 180 on. The

switches 104, 10§ of FIG. 11A are comprised of tran-
sistors 182, 183, respectively. The output hitting spot
control signal ey is obtained at the output of inteygrator
”I

s MNwhminmmr”hmw&dlwluﬁ-

zontal wall hit sensor 109 which comprises a pair of
zener diodes 242, 243 which cause the switching of a
flip-flop 184 when voltage is reached equivalent to off-
screen voltage (for example, 0 voits or +6 volts). Ini-

40 tially. flip-flop 184 is set 10 a given wate upon coinci-

dence between either hitting spot and the hit spot by an
output from transistor 185 0 insure correct direction
of the hit spot. If the flip-flop were in the wrong stats,
the hit spot would move 180° from the desired direc-

45 tion.

The circuits 186 and 187 are provided to prevent os-
cillation of the flip-flop 184 and failure o flip correctly
which can occur if the hit spot approaches an off-
screen position very slowly such that only a poot rise

50 time signal is available to trigger the flip-fop.

With voltage control of a spot’s horizontal and verti-
cal position it is obvious that its motion is similar to that
of a spot on an oscilloscope. Thus, the TV spot can be
made to follow any path that can be made on an oscillo-
scope.

One example of this is Lissajous patterns. Phase dis-
placed sinusoids used for horizontal and vertical posi-
tioning (applied us the e, und e, inputs to the spot slic-
ers) result in spot paths of circles, ellipses, “figure

As previously mentioned, spot size and configuration
may be altered. For example, the shape of a spot can
be changed to simulate 3D effects (e.g.. 2 bowling ball
which gets smaller as it rolls down the alley). This is ac-
complished by varying the threshold potentiometer 53
of the coincidence gate of F1G. 8. This can be readily
accomplished electronically by a varying voltage mput.
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In certuin embodiments a hollow spot or rin_; my.bc
desired and this can be readily achieved by inverung
the "non-square”’ pulses at the base of shaper 58 of
FI1G. 8 and subtracting from the original pulses 10 “hol-
low'' them out.

Other slectronic functions which may bq generated
are negative video, pumping action, kaledicscope ef-
fects, even-odd spot displacements and siave spow.

* . Thesa will now each be described in detail..

lor certain gaming’ spplications mh-mm

* hockey it is desirabié to use a black spot (e.g: for x

hockey puck). This is accomplished by inverting the
video signal.

Colored spots can be generated by applying the video
signal to the phase shifter portion of the chroma gener-
ator via, for exampie, a variable resistor.

If a pulse generator running at an integral multiple of
15.750 ke is synchronized with the horizontal sync sig-
nals and the pulses fed to the video summation stage,
a background of black and white vertical columns is
obuined. If the horizontal video signal from a “spot™
is used to synchronize the pulse generator. the columns
can be moved from side to side. Horizontal bars can be
similarly obtained with a 60 cps pulse generator.

Coincidence gating the vertical columns with the
horizontal bars so that the screen is brightened only
where they cross one another yields a “checkerboard™
pattern of bright squares or rectangles on a dark back-
ground; inversion of the signal of course give black
squares on a white background.

When the horizontal and vertical positioning voltages
of a spot are obtained from nominal quadrature sinu-
soids, various different parterns are obtained as the si-
nusoid frequency and phase shift are changed. Some
patterns are stationary, others have motion; some are
a combination. The effect is somewhat similar o that
of a stroboscope or a kaleidoscope.

If the output of the photosensor is fed to a flip-flop
the sensor and directed toward a bright spot on the TV
set; even-odd “'spot discernment’’ s obtained. This flip-
flop is reset each time so that side A is high. When the
spot comes on, the flip-flop flips at the 60 cps vertical
scan rate. If the spot remains on for an even number of
scans, side A of the flip-flop is high when the spot is re-
moved. If the spot is on for an odd number of scans,
side A stays low when the spot is removed. Thus, a
coded spot, visually identical w0 others, can be dis-
cerned electronically. The flip-flop can, of course, ring
a bell, light a light, ets.

Normally, the vertical and horizontal current pulses
of a spot are coincidence gates as shown in FIGS. § and
8 in the coincidence gates 40 and 43.

If the vertical pulse of one spot is coincidence gated
with its own horizontal pulse and with the horizontal
puise of a second spot, then a third spot appears. It is
called a “slave™ spot because its horizontal position is
controlled by one of the " real” spots and its vertical po-
sition by the other. Obviously. with two real spots two
slave spots are easily generated.

The matenal which follows contains a description of
typical games which can be played using the electronic
functions set forth above. These games are only exem-
plary of the many games which can be played and are
set forth to merely illustrate some of the ways in which
the various electronic functions are combined.

One typical game is a simulated ping-pong game and
this is illustrated in FIGS. 12A and 12B.

15
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The simulated ping-pong ball 1] is generated by spot
3 generator 114 which has inputs thereto from verucal
sync/sawtooth generator 115 and horizontal sync/saw.
tooth generator 116 (of the type set forth in FIG. 7).
The spot generators are similar o those set forth in
FIG. 8. The control voltages for the horizontal slicers
of spot 3 generator 114 are derived from a flip-flop po-
sitioner 117 of the type described in FIG. 10A. Flip-
flop positioner 117 provides control voitages at outputs
118, 119 which move the ball between off-screen posi-
tions H,.V,.and Hgs. V,. Flip-flop positioner 117 is
controlled by a slow free-running or “serve” flip-flop
120 and by the output from a coincidence detector
121. In one state flip-flop 122 will serve the ball from

off-screen left to off-screen right and in the other state
from off-screen right to off-screen left. The output
from coincidence detector 121 is used to switch flip-
flop states when the ball is hit by one of the two simu-
lated paddles. The serve flip-flop 120 is coupled to both
sides of flip-flop 122. With this arrangement. if a pad-
die hits the ball first, the serve flip-flop cannot retrigger
flip-flop 122 until the ball goes off screen on the other
side of the screen.

The inputs to coincidence detector 121 are the spot
1 (paddie 123) video pulse, the spot 2 (paddle 124)
video pulse and the spot 3 (ball £13] //3) video
pulse which are derived from the respective spot gener-
ators 128, 126 and 114. The video pulses are obtained
from the outputs of the coincidence gates of the spot
generators, for example, the output of coincidence gate
40 of the spot generator shown in FIG. 8.

The Vy and V, off-screen positions of ball 113 are
controlled by players A and B, respectively, by adjust-
ments of potentiometers 128, and 126 via knobs 127
and 128, respectively.

The vertical position of paddles A and B are deter-
mined by the setting of potentiometers 129 and 130
which provide the vertical control voltages to the verti-
cal slicers of the spot 1 and spot 2 generators 1285, 126,
respectively. Knobs 131 and 132 control the potenu.
ometers 129, 130.

This simulated ping-pong game i played as follows:

The ball 113 is connected. with RC time constants
133, 134 10 the flip-flop 122 which moves the ball be-
tween off-screen positions H,. V,. and Hy. Vy. The
RC time constant prevents instantaneous spot motion.
Additionally. since the resulting velocity is exponen-
tial in nature the spot starts fust and slows down: by
moving the potentiometers 134, 135 which control H,,
and H,. in toward the screen the ball’'s motion is
fairly slow. Moving Hq and H, out gives a faster game.

Assume the ball is at H,. V,. it is served auto-
matically when the free-running flip-flop 120 flips.
The ball proceeds towurds Hy. V. Player B moves
paddle B vertically (by tuming knob 132 connected
10 potentiometer 13 to try to hit the ball. If he
misses it he loses a point as it goes off-screen nght
(where it will be served automaticaily again by the
free-running flip-flop).

However. if he hits the ball it bounces off his paddle
and starts left towurd H,. V,. Now he has control of
its flight. and by adjusting V, with his other hand (by
turning knob 128 connected to potentiometer 126) he
can send the bull up or down and even try 10 “wipgle”
it wround plaver A’s paddle.

Player A controls the vertical motion of paddle A (by
tuming knob 131l connected to potentiometer 129)
4nd, 1f he hits the ball, gains control of its path by ad-
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justing VY (Dy turning knob 127 connexted to potenti-

ometer 125).
Play can be made fast or slow by setting H, and H..
(potentiometer 138, lJ-l)orbyum‘n;ﬂnpnddlgm

different horizontal positions (by adjusting potentiom- §

etars within the generatoes 128, 126). .

When color is used. the ball and paddies are white,
the: “table”™ gresn. Overiays or TV or CATV back-
grounds showing = lined tbie and net enhance the ef-

fect. The game can be played by two man teams. One

- man coatrols the paddle, the other man the path of the
w. e ‘ A L S : 3 ..
By modification of the embodiment of FIG. 12, a
game of gun ping-pong can be played. In this embodi-
ment the players use light sensor guns instead of paddle
spots to hit the ball back and forth. An output from the
light sensor is used to trigger flip-flop 122 instead of co-
incidence detector 121. The control knobs 131 and
132 are not required. Whereas, it is difficuit for one
man to aim a gun and contrnl a potentiometer, the
game is best with two man teams. One man shoots: his
partner controls the ball's path. Or, if a pistol is used a
player can shoot with one hand and use a potentiom-
eter with the other. Or, a ramdom or peeudo-random
electronic change of Vg and V, cun be used.
lllustrative electronics for performing this “gun™
function s illustrated in said patent application
126.966. A light sensitive cell is contained. for exam-
ple. within the barrel of a gun and used to trigger an
SCR. A switch is provided for reserting same.

A simple hockey game can be played which uses the
same mechanics (FIG. 12A) as the above ping-pong
games including the "‘automatic serve™ flip-flop (see
FIG. 12C). The paddles (now “goalies™) are moved
closer in toward center where the puck is moving
faster.

If player B (with spot 138) hits the puck 137 it moves
to the left and the controls its path by moving V,. He
trys to “wiggle” the puck around goalie A (spot 139)
and into the goal.

Player A controls V, after he hits the puck.

In color TV application, it is preferred o use white
goalies, a black puck (using negative video) and blue
ice.

Again, this game is adaptable to two man teums. and
even more i more spots are used.

Another game which can be played using most of the
system shown in FIG.. 12A is a simulated basehall
game. This is illustrated in FIG. 12D.

The pitcher controis the path of a ball 140 by adjust-
ing knobs 127 and 128 comnected to potentiometers
125 and 126 which. therefore. controls V, and V. The
ball. therefore. goes from position H,. V, 10 Ha. Vi

Another knob (not shown) is connected to potenti- 5

ometer 134 and thereby permits speed control by the
pitcher. ’

The batter tries to hit bull 140 by moving bat 141
(spot 2) vertically by turning knob 132. Spot 1 is not
required for this game. If the battcr connects, the ball
will be hit left. back 10 pusition H,. V,. If the batter
misses, the ball will be automatically returned as in the
above games.

In an alternate embodiment. the fres-running serve
flip-fMlop 120 can be eliminated and a pushbutton sct
and reset of flip-flop 122 can be used for manual
“pitch” and reset.

AU

One class of gumes makes use of the electronic func-
tion illustrated in F1G. 9C and is shown in FIG. 13. This
<lass of games requires one or more joystuck controls
142 coupled to integrators 143. The outputs from the
integrators are upplicd 1o the horizontal and vertical
slicers of their respective spot generators. With this set-
up race games. etc., may be played. The somewhat

sluggish “spongy " effect of the integrator and the non-

return to center requires more skill of the players than
a “straight control” joystick. - ,
Of course. appropriate beckgrounds or overiays can

- be employed. A third (or more) ~obstacle” 5pot can be

used. I a player hits it. the coincidence puise can be
used to make all spots disappear or to change screen
color, etc., as descnibed in said patent application Ser.
No. 126.966. For chase games, coincidence of the pur-
suer and pursued can do the same thing.

A more sophisticated hockey game than that de-
scribed with respect to FIG. 12C may be played em-
ploying the circuits previously set forth. This game is
set forth in FIG. 14. The vertical and horizontal sync.
sawtooth generators, the spot generators. the OR gate
and pulse shaper and the summer and RF oscillators
serve the same function as previously described. The
control voitages to the horizontal and vertical slicers of
the spot | generator are obtained from the outputs of
a joystick integrator 144 of the type illustrated in FIG
9C and the control voltages for the slicers of the spot
2 generator are obtained from the outputs of a second

30 joystick integrator 148.

The control signals for the horizontal and vertical
slicers of the spot 3 generator are obtained at the out-
puts 147, 148 of his spot and wall bounce system 146,
Hit spot and wall bounce svstem is shown in detail in
FIG. 11. The inputs to the svstem 146 are the respec-
tive outputs of the joystick integrators 144 and 148.

With two players on joystick integrators 144, 145 anc
a puck which moves “in direction hit."" a realistic
hockey game results. The semi-sluggish response of the
integrators gives an effect similar to real hockey players
gliding on ice. They can't stop or reverse direction in-
stantuneously. The puck can be nudged along if hit eas-
ily of sent fast if hit rapidly. [t may be noted here that
the “ball moves in direction hit” function derives the
hitting from differentiation of the hitting spot’s posi-
tioning voltages. Il comes as a2 surprise to a plaver
“standing still guarding his goal™ when the puck glides
right through his stationary defending sput.

If the puck s hit very hard. it may bounce off several
sides of the screen before stopping. With the sluggish
jovstick integrator spots and the bounce from screen
sides. a player must anticipate the “bounce.” He van-
not usually go right after the puck. but must move to
a spot which he anticipates the puck will pass arter
bouncing. This gumc may be simplified somewhat by
deleting the wall bounce feature in the manner herein-
before described.

A simulated handbull gume s achieved when the
player’s spots are on struight control jovsticks without
integrators (as shown in FI1G. 98). The hit spot with
wall bounce system of FIG. 11 s employed to supph
the hit spot or ball generator’s slicer control voltage:
with one minor variation. One of the comparator refer:
ence voltages is deieted o that the hit spot or ball will
not bounce off the bottom of the screen

Waull bounce 13 used on screen top. right and left
Plaver A hits ball. It must hit front (wop) wall sometime
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during its flight. Player B tries to hit ball. If he misses
all, it disappears off-screen bottom, he loses a point and
ball is then automatically served from off-screen after
8 certain length of time by using a flip-flop arrangement
like that shown in FIG. IOinmjunﬂbpwn}!ndow
free-running flip-flop for automatically riggening same
or a push button trigger for manual reset.
. This handball game is dlustrated in FIGS. 15A and

1SB. The general system electrons 149 is the same as

. shown in F1G. 12A. The control voitages for the slicers

of spot | generator are obtined from a straight control -

" joystick 150 (see FIG. 9B). Spot 1 generator generates
the spot 151 representing Player A. A second straight
control joystick 152 provides control voltages for
Player B, spot 153. The ball or hit spot 154 is generated
by spot generator 3 and receives its slicer control volt-
ages from a hit spot and wall bounce system 155, which
is similar to that of FIG. 11A; however, comparator
111 does not have a 0 reference level 50 that the ball
will bounce off all the walls but the bottom one. A posi-
tion flip-flop 156 similar to that of FIG. 10A is used to
return the ball to the 'playing area™ but being triggered
from a switch 157. Altarnatively, a slow free-running or
serve flip-flop could be employed as described herein-
befors.

FIGS. 16A and 16B illustrats a simulated pinball
game. The spot 3 or ball generator receives its vertical
and horizontal slicer control voltages from a pair of in-
tegrators 158 and 159. Note in this application the spot
1 and 2 generator of general system 149 are not re-
quired. The player operates a joystick to cause ball 161
to move. The ball keeps moving as long as the joystick
is off the center position. The ball will bounce off the
walls or edges of the screen since a pair of comparators
162 and 163 will cause a pair of flip-flops 164 and 165
to change the direction of the ball by reversing the po-
larity of the signals applied to integrators 158, 159 in
the manner previously described when discussing the
circuit of FIG. 11.

Various “scoring’ spots are placed on the screen by
overlays, electronically, etc., as is a game end zone 167.
Play is commenced by a player “throwing™ joystick
160 in some off center position and removing his hand.
Ball 161 then keeps moving. When it hits a side wall it
bounces, when it hits scoring spots points are scored.
Play continues until ball happens to go into “game
end" zone 167.

Score is observed visually. However, the scoring
spots can be generated electronically by additional spot
generators and score made on occurrence of coinci-
dence using a coincidencs detector of the typs de-
scribed hereinbefore.

A simulated bowling game illustrated in FIGS. 17A
and 17B is played by providing an “alley” 168 overiay
or TV-LCATYV background. It should go from one cor-
" ner botiom screen 10 Opposite comer LOp iCTeen, nar-
rowing to give a 3-D effect. One or more spows simulat-
ing bowling pins are at upper end of alley. One spot 169
is illustrated. Player “bowlis™ a ball 170 by “throwing"
a joystck 171. If pin (pins) are hit, they disppear. If
missed, ball just keeps gomng past them off the screen.
Ball can be rerumed to start point either with joystick
or an instantaneous pushburton reset (not shown).

The joystick 171 is connected to potentiometers 172,
173 whose outputs are connected via integrators 174,
175 to the control voltage outputs o the honzontul and
vertical slicers of the spot 3 generator of the generator
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system 149. If the ball 170 hiw pin 169, coincidency de.
tector and crow-bar circuit 176 causes the pin tu i
pear. One embodiment of said coincidenioe foted i
and crow-bar circuit is disclosed in saxl patent .pplic.g
tion Ser. No.£697.798 128 van. 'he ball wouid Iy,
made smaller as it approsches the pins by using a vary.
ing voitage as the voltage applicd to the threshold set
resistor. [n this game the vertical control voltage would
be used.

The various games illustrated above are only a few of

‘the multitude of games which cun be played using the

concepts taught by this invention. The electrical func-
tions to generaie vanous configurations can be com.-
bined in any number of possible ways. For examplc. a
gold putting game can be played over a green back-
ground using a black negative video holc. A small white
spot can be used as the golf ball and larger white spot
used as the putter. The putter spot can be controlled hy
a straight joystick of the type illustrated in FIG. 98. Th:
ball can be controlled from circuitry like that shown in
FIG. 11A, preferably without the wall buunce feature.
The game can be further enhanced, if desired, by voin-
cidence pulse timing such that if ball is moving very
slowly when it hits the hole it will disappear. If the ball
i moving very fast, it will go right across the hole

A simpler version would not require comncidence cir-
cuitry. If the ball comes to rest over the hole, the ball’s
negative video signal overrides the ball's video and
blanks out the ball.

In another example, cushion billiards can be played
The player’s balls are on straight control joysticks (see
F1G. 9B). Third ball is hit using control of FIG. 11A
Wall bounce is used on all four sides. Player hits a third
ball. The latter must hit at least one cushion first and
then hit opponent’s bail to score a point.

For skilled players, the third ball must hit two cush-
ions first; and the game can be elaborated to threc
cushion billiards.

Maze games can also be played using the various fea-
tures. TV screens are not large enough to permit a nor-
mal “line type” maze. The “correct” path through the
maze is oo obvious. Therefore, a “number maze™ w1
devised. An overiay or background divided into recL.n-
gles is used. A number is in each rectangle.

One of two players is designated as EVEN. the oincr
as ODD. EVEN moves his spot (or ring) so tha the
sum of his and opponent’s numbers is even. ::DD
moves 30 as to make the sum ODD.

The resulting coded pattern of moves enal.ies the
muze designer to keep the two players on separatc
paths or on shared paths. The maze paths are drawn
first and the numbers and then inserted. Mazes can be
simple or complcx, contaiming mans tulse paths and
dead ends. Normally, moves arc one space at a ume
horizontally or verucally.

As a variation, if one player can land un the sume
number his opponent ocvuptes eliewhere, he wkes an
extra move. (ODD is permittcd to do this also 2ven
though in 3o doing he makes a temporunly even sum)

Uniess a large number of rectanglus are used. ine
maze designer is limited when trying to keuep plavers on
separate solated paths.

Considerably more pattern flexibility results if une
path can jump across anuther. This is accomplished by
jumps between identical numbers with one space in be-
tween them. For example, if 4 plaver » on o 2 wd
needs to move to an odd number such 48 7. alter he
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moves to the 7 he can jump a space in horizontal or ver-
tical directions to another 7. Multiple jumps are per-
mitted and can be incorporated in the mazs. )
Mors intricate and interesting patterns can be laid

&V
where, for example, the active mode TV receiver will
be used in conjunction with broadcast programs which
broadcast background or other information. Broadeass
iwmmmm“mimlmm

out if a thres term sum is used, i.e., players make the § mlldbyl_CAanon.mgcnmwby

sum of the two numbers they occupy and the one they
intend to move to be even or odd accordingly.

a clossd-circuit TV armangement information gener-
ated by a video tape recorder and by a slide projector.

. umm«&am«umﬁ Many of the symbol generations herein described can
“code™ ivailable 10 the designer is the same. If red and  be superimposed upon backgrounds generated by a
" white rectangies are used, for example, the “rule”™ for 10 broadcast unun and games played in conjunction

boch payer
A simple “ghost™ game can be played wherein a let-
tered background or overiay is used. Players move

i simply “move o red, uniess both on

therewithy

"Of course. the other systems previously described
can also be built nto the TV receivers with the outputs
therefrom applied to the antenna input of the TV re-

spots to jointly spell a word. Player ending a word loses |15 ceiver.

a point.

Referring now to FIG. 18B, there is illustrated an-

A spell check game is played by putting letters incol-  other built-in TV gaming apparatus. In this embodi-
umns. Players advance a column if they can add a lettsr  ment the vertical sync/sawtooth generator 115 and the
o a jointly spelled word. They drop back one or more  horizontal sync/sawtooth generawor 116 are replaced

" if they can find an appropriate letter only 20 by vertical sawtooth generator 197 and horizontal saw-

there.

As mentioned before, the control units or any parts
thereof can be built into a television receiver as a con-
stituent pant thereol rather than be a separats unit and

coupled to antenna terminals as described above. In 23

other embodiments some of the clements contained in
the gaming apparatus can be eliminated and replaced
by some of the functions which are already provided in
conventional television receivers.

FIGS. 18A through 18C are exampies of television 30

gaming apparatus which can be built into a conven-
tonal television receiver.

Referring now to FIG. 18A, there is illustrated one
embodiment of a built-in television apparatus. The en-

tire apparatus of FIG. 18A or any pans thereof can be 3

built into a television receiver 190. In the manner de-
scribed hereinbefore, the spots are provided by spot
generators 191 through 192. The spot generators re-
ceive inputs from the vertical sync/sawtooth generator

115 and the horizontal sync/sawtooth generator 116. 0

The voltage control inputs to the spot generators can
be derived from a potentiometer or a potentiometer in
connection with an integrator or outputs of other spot
generators etc. In other words, the voltage control in-
puts can be any and all voitage control inputs described
hereinbefore.

The outputs from the spot generators are applied via
an OR gate and pulse shaper 193 to a summer 194,
Summer 194 also receives the sync outputs from the
vertical sync/sawtooth generator 115 and the horizon-
tal sync/sawtooth generator 116. Summer 194 is differ-
ent from the summers previously described in that no
RF oscillator or separate modulator is required since
the output therefrom is coupled mtemnally directdy to s
the video circuitry of the TV receiver 190.

The output from summer 194 is connected to, for ex-
ample. a contact 203 of a switch 200. The center arm
201 of switch 200 is coupled o the video amplifier 196

of the conventional TV receiver 190. Another contact 0

202 of switch 200 is coupled to the video detector of
the conventonal TV receiver 190. In this manner re-
ceiver 190 can be switched from the video detector or
passive viewing mode of operation (1o receive broad-

cast programs) (o the summer of active mode of opera-

tion.
In certain embodiments. it is necessary 1o connect
both contacts 202 and 203 w the video amplifier,

45
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woth generator 198 which generate merely sawtooth
waves rather than sync pulses and sawtooth waves. The
sawtooth generators 197 and 198 are synchronized o
the sync of the conventional TV receiver 190 by a pair
of outputs from a sync separator 199. In this embodi-
ment a separate summer 194 is not required since the
sync pulses are derived from the conventional receiver
as broadcast by a broadcasting station and thereby ex-
ternal sync pulses are not required. Therefors, the
input of contact 203 in this embodiment is merely the
output from pulse shaper 193.

In another embodiment of a built-in TV gaming ap-
paratus (see FIG. 18C) the sawtooths required for spot
generation are derived from the vertical and horizontal
yoke deflection circuits 204, 205 within the conven-
tional TV receiver 190. Buffer circuits 206 and 207
change the current sawtooth of the deflection circuitry
to voltage waveforms and provide the proper polarity
and amplitude correction. Since the vertical and hori-
zontal yoke deflection circuitry are aiready synchro-
nized, no external sync is required nor is any additional
internal connection required. Additionally, any wave-
form generated within the conventional television re-
ceiver can be utilized, where appropriate, for TV gam-
ing symbol generation.

In a further embodiment of this invention a unit is set
forth which is used solely for TV gaming and does rot
have capability to receive broadcast programs. This s
illustrated in the simplified block diagram of FI1G. 19.

The spots are provided, in the same manner as here-
inbefore described, by spot generators 191, 192 which
receive sawtooth inputs from the sync/sawtooth gener-
ators 118, 116 and also receive voltage control inputs
e and ey. The outputs from the spot generators 191,
192 are coupled to OR gate and pulse shaper 193.

The output from OR gate and pulse shaper 193 i ap-
plied to the intensity input of a cathode ray tube 209
via a video amplifier 208. By appropriately selecting
the parameters of the spot generators, appropriate
video pulse size can bc developed and, therefore, the
video amplifiers eliminated.

The vertical sync pulses from vertical sync/sawtooth
generator 115 are applied to the vertical yoke of CRT
209 via a vertical deflection cscillator 224 and verncal
amplifiers 225 in known fashion.

The horizontal sync puises from horizontal sync/saw-
tooth generator 116 are applied to the horizontal yoke
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PROOF OF SERVICE

I, Judy Scott, declare as follows:

1. I am a resident of the City and County of San Fran-
cisco, over the age of eighteen years and not a party to the within
action. My business address is Three Embarcadero Center, Suite 700,
San Francisco, California.

2. On September 9, 1985, I served the following

documents: 1) Memorandum Regarding Permissible Adaption and
Noninfringement; 2) Memorandum Regarding New Cases on Patent
Invalidity; 3) Memorandum regarding Implied License to Consumers; 4)
Memorandum Regarding New Case on File Wrapper Estoppel; 5) Memoran-
dum Regarding Exclusion of Undisclosed Expert Witness; 6) Memorandum

Regarding Equivalents; 7) Revised Findings of Fact

in the following manner, addressed as follows:

By Hand Delivery

Robert L. Ebe, Esqg.

McCutchen, Doyle, Brown & Enersen
Three Embarcadero Center, 28th Floor
San Francisco, CA 94111

By United States Mail

James T. Williams, Esq.
Neuman, Williams, Anderson & Olson
77 W. Washington Street
Chicago, IL 60602
I declare under penalty of perjury that the foregoing is
true and correct, and that this declaration was executed on

September 9, 1985 at San Francisco, California.

SR, SeslC
(/ Juc@ Scott
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MARTIN R. GLICK

H. JOSEPH ESCHER III

MARLA J. MILLER

HOWARD, RICE, NEMEROVSKI, CANADY,
ROBERTSON & FALK

A Professional Corporation

Three Embarcadero Center, 7th Floor

San Francisco, California 94111

Telephone: 415/434-1600

OF COUNSEL:

SCOTT HOVER-SMOOT

Four Embarcadero Center, Suite 3400
San Francisco, California 94111

Attorneys for Defendant and
Counterclaimant Activision, Inc.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

THE MAGNAVOX COMPANY, a corpora-
tion, and SANDERS ASSOCIATES,
INC., a corporation,
Plaintiffs,
vs.

ACTIVISION, INC., a corporation,

Defendant.

AND RELATED CROSS-ACTION.

MEMORANDUM OF ACTIVISION,

T T N S i it Vot St St vt St St vt vt St

No. C 82 5270 CAL

MEMORANDUM OF ACTIVISION,
INC. REGARDING PERMISSIBLE
ADAPTATION AND
NONINFRINGEMENT

INC. REGARDING PERMISSIBLE
ADAPTATION AND NONINFRINGEMENT
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INTRODUCTION
Plaintiffs are seeking to extend their patent monopoly to
encompass sales of interchangeable copyrighted software for use on

Atari 2600 Video Computer Systems—l/

already licensed by Plain-
tiffs. The long-established rule is that the contributory infringe-
ment doctrine will not be applied so as to allow the patentee to
recover more than one complete royalty from each sale of the com-
plete patented device. In this case, the licensing of the Atari
2600 brings Activision's software squarely within the reasoning of
the United States Supreme Court's decisions in the "convertible top"
and "fish canning" cases discussed in this memorandum. Plaintiffs'
attempt to expand the contributory infringement doctrine would, if
successful, expose manufacturers of interchangeable software to
patent infringement litigation by patentees of any element in home

or office computers despite the fact that the patentee has licensed

the manufacturer of the computer and software sold with the

_1/ The overwhelming majority of the Activision software
accused in this action is compatible with the Atari 2600. The
Coleco master console involved in this action was also licensed by
Plaintiffs before the accused Activision game for Coleco was mar-
keted. The only accused Activision program compatible with Mattel
Intellivision is Stampede. There may have been some sales of
Stampede software for the Intellivision between October 1982, the
date it was first offered for sale, and January 24, 1983, the date
Magnavox gave a paid-up license to Mattel. (Since Plaintiffs did
not present any evidence whatsoever concerning the Mattel system,
they have failed in any event to show infringement by playing
Activision software on the Mattel unit). For convenience, through-
out this memorandum the "Atari 2600 Video Computer System" and
"Atari 2600" are defined to include the Coleco master console and
all Mattel master consoles, except when combined with the Stampede
units sold before January 24, 1983 (see discussion of "Aro II,"
infra).

, i
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2/

computers and already received his royalty for doing so.—&
Pursuant to the Supreme Court decisions regarding permissible
adaptation, and the underlying rationale of the contributory
infringement doctrine, Activision's interchangeable software for the
licensed Atari 2609 cannot as a matter of law constitute contribu-

tory infringement of the Rusch-2 patent.

ARGUMENT
I

ACTIVISION'S SOFTWARE
DOES NOT CONTRIBUTORILY
INFRINGE THE RUSCH-2 PATENT.

A. Plaintiffs Must Prove
That There Is An Under-
lying Direct Infringement
By The Purchaser Of
Activision Software.

It is unquestionable that Plaintiffs have the burden of

_ 2/ This action, because of its potential influence, continues
to receive the close attention of the software manufacturers and
associations in the United States. ©No software-only manufacturer

has taken a license from Magnavox (FF No. 162). As early as June
1981 in one of the first letters Aldo Test (patent counsel for
Activision) sent to Magnavox counsel, Mr. Test stated: "[a]ssuming

arguendc that the completed combination is within a claim of the
noted patent there still is no infringement. The user has a license
to practice the combination because of the license he obtains
through Atari because of his purchase of the licensed Atari machine.
It is well established that there can be no contributory infringe-
ment if there is no direct infringement. Aro Mfg. Co., Inc. v. Con-
vertible Top Replacement Co., 365 U.S. 336 (1961). We are therefore
of the opinion that our client does not require a license for the

manufacture and sale of its game cartridges." (Plaintiffs' Exhi-
bit 140, introduced by Defendant).
£r

-
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persuasion and the burden of coming forward with evidence on the
issue of contributory infringement, and that there can be no con-
tributory infringement or inducement to infringe under 35 U.S.C.

Section 271(b) and (c) without an underlying direct infringement.

See Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176, 216 (1980)

(no contributory infringement without underlying direct infringe-

ment); Stukenborg v. Teledyne, Inc., 441 F.2d 1069, 1072 (9th Cir.),

cert. denied, 404 U.S. 852 (1971) (no inducement to infringe without

underlying direct infringement); Stratoflex, Inc. v. Aerogquip Corp.,

713 F.2d 1530, 1534 n.4 (Fed. Cir. 1983) (burden of persuasion on

patentee). See generally 4 D. Chisum, Patents 7117.04 (1985). Thus,

Plaintiffs have the burden of persuasion on the issue of demonstrat-
ing that an owner of a licensed Atari 2600 Video Computer System
directly infringes the Rusch-2 patent when he chooses to play one of

the accused Activision programs on his Atari 2600.

B. Contributory
Infringement Defined.

Contributory infringement originally developed as a
common-law concept. The purpose of the contributory infringement
doctrine was to avoid the potential injustice of the strict literal
infringement rule of complete identity, in which the accused device

had to contain "every single element of the patentee's claimed

7

//

- -
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3/

combination" in order to come within the patent monopoly.— See

generally Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176, 188

(1980). The statutory embodiment of the contributory infringement
doctrine is 35 U.S.C. Section 271(c). Under Section 271(c) and case
law interpreting the statute, contributory infringement is estab-
lished only when: (1) an unpatented component of a patented device
is a material part of the invention which is essential to the inven-
tive character of the patented combination; and (ii) the manufac-
turer knows that the component is especially made or adapted for use
in infringement of the patent; and (iii) the component is not a
staple article or commodity of commerce suitable for substantial

noninfringing use. 35 U.S.C. §271(c).—é/ See generally Daﬁson

_3/ Activision's software cartridges by themselves quite
obviously do not contain the requisite characteristics directly to
infringe the Rusch-2 patent, as no hit spot, hitting spot or dis-
tinct motion can be displayed unless the ROM cartridge is played on
the Atari 2600 Video Computer System. Where not all of the
characteristics of the claims at issue are present, the issue
becomes one of contributory infringement rather than direct
infringement. See generally Dawson Chem. Co. v. Rohm & Haas Co.,
448 U.S. 176 (1980). Therefore, the sale of a component of a
patented combination does not in itself constitute direct infringe-
ment. See, e.g., id.; Aro Mfg. Co. v. Convertible Top Replacement
Co., 365 U.S. 336, 339-40 (1961) ("Aro I").

_4/ 35 U.s.C. §271(c) provides:

"(c) Whoever sells a component of a patented mach=-
ine, manufacture, combination or composition, or a
material or apparatus for use in practicing a pat-
ented process, constituting a material part of the
invention, knowing the same to be especially made or
especially adapted for use in an infringement of
such patent, and not a staple article or commodity
of commerce suitable for substantial

(continued)

. -4-
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Chemical Co. v. Rohm & Haas Co., 448 U.S. 176 (1980); Wilbur-Ellis

Co. v. Kuther, 377 U.S. 422 (1964).

The underlying rationale of the contributory infringement
doctrine is to preserve the patentee's monopoly of one complete sale

of the patented device or combination. See, e.g., Motion Picture

Patents Co. v. Universal Film Manufacturing Co., 243 U.S. 502 (1917)

(discussed in Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176,

190-91 (1980)). After the one complete sale of the patented com-
bination, the patent monopoly expires as to the sold device. See

e.g., United States v. Univis Lens Co., 316 U.S. 241, 250-52 (1942)

("[t]he first vending of any article manufactured under a patent
puts the article beyond the reach of the monopoly which the-patent

confers")—é/; United States v. Masonite Corp., 316 U.S. 265,

277-78 (1942).

4/ (footnote continued)

noninfringing use, shall be liable as a contributory
infringer."

In Dawson Chem. Co. v. Rohm & Haas Co., 448 U.S. 176, 187
(1980) the Supreme Court emphasized that "the language of §271
is generic and freighted with a meaning derived from the decisional
history that preceded it."

_5/ The Supreme Court in Univis Lens Co. went on to note "that
where one has sold an uncompleted article which, because it emboadies
essential features of his patented invention, is within the protec-
tion of the patent, and has destined the article to be finished by
the purchaser in conformity to the patent, he has sold his invention
so far as it is or may be embodied in that particular article. ;
He has thus parted with his right to assert the patent monopoly w1th

respect to it . . . ." Id. at 250-51.
1t
//

-
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g, Activision's Software Is
Not A "Reconstruction" Of
The Rusch-2 Patent, And
Therefore The Sale Of
Activision Software Does
Not Constitute Contributory
Infringement.

The case law on contributory infringement distinguishes
the sale of components used to "reconstruct" the patented (and
licensed) device from permissible "adaptation," "replacement," or
"repair"—é/ of components of a licensed device. There is accord-
ingly no contributory infringement of a valid patented combination
by reason of the sale of a component of the combination unless the
component constitutes "reconstruction" of the device embodying the
patent so as to deprive the patentee of an additional compléte sale,
or the device used with the component itself is unlicensed. See

generally Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176,

217-18 (1980); Brown, The Manufacture and Sale of Unpatented Parts,

18 J. Pat. Off. Soc'y 573 (1936); Comment, Combination Patents: The

Right to Prohibit Sales of Replacement Parts, 70 Yale L.J. 649

(1961).

The critical cases relating to permissible adaptation are

the so-called "convertible top" (Aro I and Aro II) and "fish

_6/ Plaintiffs have constructed a straw man in connection with
their argument that Activision programs are not a "repair" of the
Atari 2600. Activision has never claimed that its software is a
literal "repair" of physically worn-out cartridges. The issue is
whether there has been a "reconstruction" vel non--not whether a
"repair" has taken place. See General Elec. Co. v. United States,
572 F.2d 745, 785 n.21-23 (Ct. Cl. 1978). See also Wilbur-Ellis Co.
v. Kuther, 377 U.S. 422 (1964).

/7

= =
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canning" (Wilbur-Ellis) decisions. -The United States Supreme Court

addressed the issue of reconstruction of a patented device in the
context of contributory infringement in the Aro I and Aro II deci-
sions. In Aro I (365 U.S. 336), the patent was for a combination of
fabric, supporting structures and a mechanism for automobile con-
vertible tops. The accused contributory infringer in Aro I was a
manufacturer of replacement fabric specially designed for use solely

on patented and licensed convertible tops for General Motors cars.

The Supreme Court held that sale of replacement fabric did not
constitute contributory infringement. The specially-designed
replacement fabric was not patented, and the Supreme Court empha-
sized that because of the nature of convertible tops, and ﬁhe demand
for new fabric, a substantial industry of replacement fabrics had
developed. Justice Black's concurring opinion explicitly stressed

"

that "[o]ne royalty to one patentee for one sale is enough

Id. at 360. 1In Aro Manufacturing Co. v. Convertible Top Replacement

Co., 377 U.S. 476 (1964) ("Aro II"), the Supreme Court confronted
the identical replacement fabric for convertible tops, but this time
for use on unlicensed convertible top systems for Ford automobiles.
Without the underlying license, the replacement fabric was found to

(44

be a classic example of contributory infringement.—

7/ The Aro II Court found that as to replacement material for
Ford convertibles made after Ford had bought its license, there was
no contributory infringement.

s

//

.
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The parallels between Aro I and Aro II and the home video
game industry are apparent, as licensed Atari 2600s are sold with
software which the manufacturer fully expects will be used
interchangeably with other software. (FF No. 161.) A very
substantial industry of interchangeable "replacement" software has
developed. (FF Nos. 122, 162.) The consumer obviously will become
bored with the single game cartridge sold with the Atari 2600 and
will from time to time "replace" that cartridge with other software
which unquestionably greatly enhances the original commercial appeal
of the Atari 2600.

Wilbur-Ellis Co. v. Kuther, 377 U.S. 422 (1964), was

decided the same day as Aro II. 1In Wilbur-Ellis the United States

Supreme Court considered whether a licensed fish canning machine
could be adapted to fill cans of different dimensions without con-
stituting contributory infringement. The adaptation involved resiz-
ing six of the 35 elements of the patent coﬁbination. The Supreme
Court found that the adaptation of the fish canning machine did not
amount to a "reconstruction" of the patented device which would run
afoul of the one complete sale rule. Thus, adaptation which did not
go to the heart of the invention was found to be a permissible
replacement within the meaning of the Aro I and Aro Il decisions.

See also General Electric Co. v. United States, 572 F.2d 745, 785

(Ct. Cl. 1978) (approving the reasoning of Wilbur-Ellis, noting that

"the decisions are plain that replacement of one or two elements of
a many-elemented combination does not constitute reconstruction by a

licensed user" [at n.21]). See generally Dawson Chemical Co. V.

e
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Rohm & Haas Co., 448 U.S. 176 (1980).

Once again, the parallels to the home video game industry
are apparent. It flies in the face of common sense to contend that
Activision's interchangeable software for use on licensed Atari 2600
Video Computer Systems constitute "second creations" of the Rusch-2
patent, thereby depriving the patentee of the one complefe sale
ensured (and delimited) by the patent monopoly. The licensed Atari
2600 which was sold with software for approximately $200 does not
disappear when a $25 Activision cartridge is used interchangeably
with the original Atari cartridge and other software, nor is it
rebuilt from the ground up. The game cartridge sold with the
licensed Atari 2600, as well as a myriad of other software brograms,
can be in use at times when the Activision cartridge is not being
played. Only at times when the Activision software is being played
will the other cartridges temporarily not be in use while the
interchangeable Activision cartridge "adapts" the functioning of the
Atari 2600 Video Computer System to display a different video game.
Plaintiffs' argument that the insertion of each software program
constitutes a "new combination" is the purest question-begging, as
any replacement component of a combination patent (including the
fabric for convertible tops) could be said to create a "new combina-
tion" once it is incorporated with the other components of the com-
bination. The issue is whether the "new combination" is by its
character a full reconstruction of the patented combination which
deprives the patentee of his right to a royalty on each complete
sale. It would be absurd to claim that interchangeable software is

-G =
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the heart of the Rusch-2 patent, as it is not even mentioned in
Rusch-2. (FF Nos. 134, 167.)
Plaintiffs have relied on the ancient decision in Leeds &

Catlin Co. v. Victor Talking Machine Co., 213 U.S. 325, 335-37

(1909), as authority for the proposition that, like interchangeable
phonograph records (cylinders) on the early phonograph machines,
interchangeable software contained in Activision cartridges can
constitute impermissible "reconstruction" of patented combinations.

Plaintiffs' reliance on the Leeds & Catlin opinion is misguided.

The Supreme Court in Leeds & Catlin strongly emphasized that the

phonograph/stylus interaction was the essence of the combination

patent held by the Victor Talking Machine Co., and was specifically

described in the patent claims: "it is the distinction of the
invention, constituting . . . the advance upon the prior art." Id.
at 335. In contrast, Plaintiffs' combination patent in no way

describes (or even anticipates) the Atari 2600 Video Computer System
used with Activision software, but is rather a combination of an
altogether different character. Thus, the Activision software
contained in the cartridge certainly does not go to the heart of the
patented combination, but is rather a technological development in
another field (computer science) not described in or anticipated by

the patent at all. See, e.g., Wilbur-Ellis Co. wv. Kuther, 377 U.S.

422, 424 (1964) ("[w)hen six of the 35 elements of the combination
patent were resized or relocated, no invasion of the patent
resulted, for as we have said the size of cans serviced by the
machine was no part of the invention . . . .")

] (=
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A second major factor indicating that the Leeds & Catlin

decision does not control the present case is the development of the
Supreme Court's contributory infringement doctrine since 1909. In

Motion Picture Patents Co. v. Universal Film Manufacturing Co., 243

U.S. 502 (1917), the Supreme Court significantly limited the appar-

ent scope of the Leeds & Catlin ruling. The Motion Picture Patents

case involved a patented motion picture projector which used unpat-
ented motion picture film. The patentee of the projector attempted
to limit use of unpatented film on the projectors, but the Supreme

Court found this impermissible, emphasizing that the "film is obvi-
ously not any part of the invention of the patent in suit." Id. at

518. See generally Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S.

176, 191-92 (1980). As the Seventh Circuit recently emphasized in

Beckman Instruments, Inc. v. Technical Development Corp., 730 F.2d

1076, 1086 (7th Cir.), cert. denied, =--U.S.=--, 53 U.S.L.W. 3239

(Oct. 1, 1984) (incorporating the district court opinion):

"[Tlhe days when the purchase of a record for a
talking machine was a major event are far removed
from a market in which complicated equipment is
promoted for multiple uses through interchangeable
accessories. . . . [A] purchaser of major equip-
ment, a transaction knowingly authorized

without any restrictions, most certainly reasonably
expects that he can acquire whatever accessories are
necessary for all the uses contemplated and
encouraged upon sale

The days of the Victor Talking Machine Company's monopoly over all

phonograph records by virtue of its phonograph patent for the

stylus/record combination are indeed "far removed" from the stored

program digital computers and interchangeable software accused in
o
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the present case.

CONCLUSION

The Rusch=2 patent does not describe anything like the use
of interchangeable computer software. To extend the Rusch-2 patent
to cover such copyrighted interchangeable computer programs is
profoundly inapprqpriate from the perspective of public policy and
is inconsistent with the patent laws. Plaintiffs already have
received their royalty on all the licensed Atari 2600 Video Computer
Systems on which the accused software is played. The Supreme Court
has recognized that no contributory infringement can occur in the
context of adaptations of licensed machines like the use of the
accused interchangeable software on licensed Atari 2600s, and no

such extension of patent monopolies into the area of copyrighted

//
//
//
//
//
£/
//
/7
//
7

//
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interchangeable computer software should be allowed.

DATED: September 9,
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INTRODUCTION

Subsequent to the filing of Activision's Trial Brief in
April of this year, several important and relevant decisions have
been handed down by the Court of Appeals for the Federal Circuit.
These cases addressed issues relating to (i) equivalence, both under
35 U.S.C. Section 112 and the doctrine of egquivalents;
(ii) obviousness under 35 U.S.C. Section 103; and (iii) file wrapper
estoppel as applicable to determining noninfringement of specific
accused games. The recent cases which address equivalence are
discussed in Activision's Memorandum on Equivalents, and the file
wrapper estoppel case is discussed in a short separate memorandum.
This brief will concern itself with the recent decisions on the
issue of obviousness.

Two recent cases decided by the Federal Circuit unequivo-
cally support Activision's analysis of the burden of persuasion on
the issue of obviousness of the Rusch-2 patent, the proper weight to

be afforded "secondary considerations," the scope of the relevant
prior art, and the applications of the prior art to find the Rusch-2

patent obvious. These recent opinions are Cable Electric Products,

Inc. v. Genmark, Inc., No. 84-1412, slip op. (Fed. Cir. Aug. 9,

1985); and In re Sovish, No. 85-781, slip op. (Fed. Cir. July 26,

{4
//
/7
//
e

=P
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A. Cable Electric.

Cable Electric is an appeal from an order granting summary

judgment in which Judge Schwarzer of this district found the patent
in suit obvious in light of the prior art. A Federal Circuit
three-judge panel unanimously affirmed this finding. The case
involved a patent relating to a photosensitive electric lamp made to
turn itself on by degree as ambient light diminishes.

The plaintiff argued that Judge Schwarzer failed to
observe the statutory presumption of wvalidity (35 U.S.C. §282). The
Federal Circuit responded that:

"While 'the burden of persuasion on the issue of
invalidity also rests throughout the litigation with
the party asserting invalidity,' id., if evidence is
presented establishing a prima facie case of inva-
lidity, the opponent of invalidity must come forward
with evidence to counter the prima facie challenge
to the presumption of section 282. This requirement
is in no way contrary to the procedural role of the
presumption of wvalidity." (Cable Electric, supra at
1l.)

1/ Activision recognizes that the Court asked only for new
cases on the patent invalidly issue and therefore we do not recapit-
ulate in this Memorandum Activision's extensive obviousness argument
set forth in its Trial Brief. It is worthy of note, however, that
the two new cases strongly reinforce and rely on EWP Corp. v. Reli-
ance Universal Inc., 755 F.2d 898 (Fed. Cir. 1985) and In re Vamco
Machine & Tool, Inc., 752 F.2d 1564 (Fed. Cir. 1985), the two cases
decided by the Federal Circuit earlier this year. Accordingly, it
is instructive to review EWP and In re Vamco together with the new
cases discussed herein.

£

, e
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Plaintiff also contended that the District Court improp-

erly combined prior art relating to florescent as opposed to incan-

descent lighting technology and that it had failed to indicate how

the teachings could be combined. The Federal Circuit rejected these

arguments,

reasoning as follows:

"In evaluating obviousness, the hypothetical person
of ordinary skill in the pertinent art is presumed
to have the 'ability to select and utilize knowledge
from other arts reasonably pertinent to [the] par-
ticular problem' to which the claimed invention is
directed. [Cites omitted.] Assuming arguendo that
these four references are not strictly within the
field of art represented by Schwartz [the patent in
suit], they are easily within a field analogous
thereto, and their teachings are properly combinable
with the earlier references discussed above. [Cites
omitted.] Cable faults the district court for fail-
ing to make determinations as to how teachings of
the references could be combined to produce the pat-
ented invention. Nevertheless, the straight-forward
quality of the invention and art involved make the
required combination quite apparent. The district
court pointed out features in each reference; pre-
sumably it was these that were to be joined.

Further, the suggestion to modify the art to produce

the claimed invention need not be expressly stated
in one or all of the references used to show ocbvi=-
ousness. 'Rather, the test is what the combined
teachings of the references would have suggested to
those of ordinary skill in the art.' [Cites omit-
ted. " (Id. at 17-18)

The plaintiff in Cable Electric also argued that the

District Court failed to give proper weight to proffered declaration

concerning commercial success. In pertinent part that declaration

stated:

"pPlaintiff [Cable] began manufacturing its night
light in 1978. Since the introduction of that night
light, over 5 million units have been sold. Profits
of not less than fifty ($.50) cents per unit have
been realized by plaintiff. Plaintiff's night light

| -4-
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Electric,

has been distributed nationwide in major department

store chains and local hardware outlets." (Id. at
21)
The Cable Electric court first cautioned that ". . . the

weight to be accorded evidence on secondary considerations is to be

carefully appraised in relation to the facts of the actual case in

which it is offered. [citing EWP Corp. and In re Vamco.]" Cable
supra at 11. The Federal Circuit then held that the

District Court properly disregarded this conclusory statement as
having no weight on the issue of commercial success as an indication

of non-obviousness:

"Nevertheless, what it shows in relation to commer-
cial success is fairly minimal. Without further
economic evidence, for example, it would be improper
to infer that the reported sales represent a sub-
stantial share of any definable market or whether
the profitability per unit is anything out of the
ordinary in the industry involved . . . . this court
in Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d
1530, 218 USPQ 871 (Fed. Cir. 1983), has unequivo-
cally stated that for commercial success of a prod-
uct embodying a claimed invention to have true
relevance to the issue of nonobviousness, that suc-
cess must be shown to have in some way been due to
the nature of the claimed invention, as opposed to
other economic and commercial factors unrelated to
the technical quality of the patented subject mat-
ter. Thus, a 'nexus is required between the merits
of the claimed invention and the evidence offered,
if that evidence is to be given substantial weight
enroute to [a] conclusion on the obviousness

issue.' [Citing EWP Corp. and In re Vamco as well
as other cases.|" (Cable Electric, supra, at 21,
22)

In re Sovish.

In re Sovish was an appeal from the decision of the Patent

and Trademark Office Board of Appeals which had affirmed the

w8
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examiner's rejection of certain claims under 35 U.S.C. Section 103.
Judge Rich wrote the opinion which unanimously affirmed the ruling
of invalidity because of obviousness. The invention which is the
subject of the rejection relates to plugging of heat-shrinkable
electrical conduit apertures by use of a novel plug which permits
both long term sealing and reopening to insert new cable. The plug
and the way it cooperates with the aperture is set forth at length
in the opinion.

Sovish's invention was found to be obvious in light of
patents to Esher and Weagant. Esher discloses the use of an aper-
ture plug for use in non-heat shrinkable conduits. "No heat-
recoverable or heat-shrinkable parts are disclosed [in Eshef]." Id.
at 4-5. Esher's plug was used to keep debris out of the conduit box
during construction. Weagant discloses a hermetically-sealed junc-
tion box resembling an automobile distributor cap and sleeves made
of heat-shrinkable tubing. Weagant uses "simple solid plugs like
corks in wine bottles . . . ." 1Id. at 5.

Sovish argued that Esher and Weagant were from '"non-
analogous art." The Court disagreed, noting that Sovish's claimed
invention relates to plugging an opening in a conduit for electrical
cables and that both Esher and Weagant clearly pertain to the same
general subject matter.

Sovish also argued that the Patent Office incorrectly
combined Esher and Weagant to find the invention obwvious. The
Federal Circuit flatly disagreed:

o

-
MEMORANDUM REGARDING NEW CASES ON PATENT INVALIDITY




18
19
20
21
22
23
24
25

26

"Appellants have argued at length about the 'propri-
ety' of 'combining the two references' as though the
question is simply whether the Esher patent suggests
within its four corners using the disclosed tubular,
closed-end plug in a heat-recoverable aperture mem-
ber or conduit or whether Weagant similarly suggests
using an Esher type plug in place of his cork-like
plug 26. That is not the proper approach to the
issue, which is whether the hypothetical person of
ordinary skill in the relevant art, familiar with
all that Esher and Weagant disclose, would have
found it obvious to make a structure corresponding
to what is claimed "

"They [Sovish] are assuming that one of ordinary
skill would not appreciate that Esher's hollow mem-
ber 14 could be removed if it is not wanted, as
insulation or otherwise, and that it would not be
removed by a skilled worker who wished to allow heat
recovery of the conduit in which it was placed.

This argument presumes stupidity rather than skill.
(Id. at 8-11 (emphasis added))

APPLICATION OF RECENT CASES TO THE ISSUE
OF THE OBVIOUSNESS OF THE RUSCH-2Z PATENT.

A. Burden of Proof.

Activision bears the burden of proving the allegedly
infringed claims of the Rusch-2 patent invalid as obvious by clear

and convincing evidence. Stratoflex, Inc. v. Aerogquip Corp., 713

F.2d 1530, 1534 (Fed. Cir. 1983). Activision has met this burden
with Dr. Higinbotham's testimony that any engineer in 1967 who had a
bachelor degree in électrical engineering and was familiar with the
Baer-1 patent and Higinbotham's tennis game could very easily have
put together a television ping-pong game. As Dr. Higinbotham said:
"It's very obvious what to do." (TT at 122.) Mr. Thacker also
testified that the ordinary person skilled in the art, having knowl-
edge of the Baer-1 patent and Higinbotham's tennis game, would have

- .
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found that Rusch did to be the obvious solution to the problem Rusch
faced. (TT at 143.)

The schedule of the trial was changed at Plaintiff's
request to accommodate the travel plans of their expert,
Dr. Ribbens. Dr. Ribbens was present during Dr. Higinbotham's
testimony, throughout Mr. Thacker's testimony and during Plaintiff's
rebuttal. Notwithstanding Dr. Ribbens' presence, Plaintiffs have
come forward with no evidence to counter Activision's prima facie
case. Thus, as the Court of Appeals for the Federal Circuit held in

Cable Electric, this Court should find the Rusch-2 patent obvious in

light of the prior art.

B. The Proper Approach
To Obviousness.

As did Sovish (wine bottle plug combined with non-heat

recoverable conduit) and Cable Electric (combining fluorescent and

incandescent lighting references), Plaintiffs here argue that the
Baer-1 patent fails to suggest within its four corners generating a
bouncing ball, and that the Higinbotham tennis game fails to suggest
generating player controlled symbols on a television. Sovish and

Cable Electric both held that is the wrong approach to the issue of

obviousness.

The proper approach is to ask whether the hypothetical
person skilled in the art, familiar with all that the Baer-1 patent
and the Higinbotham tennis game disclose, would have found it

-
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obvious to make an apparatus corresponding to what is claimed.

Cable Electric at 18. When asked this question, both

Dr. Higinbotham and Mr. Thacker responded in the affirmative. No
contrary testimony was adduced from Dr. Ribbens.—g/ (FF

No. 73.)

s Claimed Subject Matter
And The Scope Of The Art.

As in Sovish and Cable Electric, Plaintiffs seek to narrow

the scope of the relevant prior art, in this case to "[a]
combination of toy and game art and television art." (TT at 3-19.)
Nonetheless, both Baer and Rusch always intended that their devices
would have educational and military applications as well as game
value, and the patents recited these potential uses. (FF No. 69.)
Their attempt years later to exclude relevant simulation art was
rejected by the Primary Examiner when he combined Speigel and Space
War to invalidate claims in the Baer-1 patent (Exhibit DQ). This is
no different from the rejected efforts of Cable Electric to exclude
fluorescent lighting and the effort of Sovish to exclude non-heat

recoverable conduits.

2/ The conclusion is almost inescapable that the total
absence of testimony or other evidence from Plaintiffs relating to
combining of Baer-l (or Speigel) with Higinbotham is because the
Higinbotham and Thacker testimony on this point is not susceptible
to rational disagreement. Rather, Plaintiffs have pressed the "com=-
mercial success" secondary consideration argument as their major
defense to the invalidity issue.

al)u
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D. Secondary Considerations.

Plaintiffs have argued that the Magnavox Odyssey games and
Magnavox' royalties from sublicensees constitute a sufficient show-
ing of commercial success to rescue the Rusch=-2 patent from
Activision's proof of obviousness. Plaintiffs' argument is flawed
in precisely the same way and for the same reasons as those of the

plaintiff in Cable Electric. See also EWP Corp. v. Reliance Univer-

sal Inc., 755 F.2d 898 (Fed. Cir. 1985); In re Vamco Machine & Tool,

Ihc.; 752 F.2d 1564 (Fed. Cir. 1985).
The sole evidence offered by Plaintiffs on commercial
success is two questions asked of Mr. Briody:

"O: (By Mr. Anderson) I will start over. With
respect to the total licensing income that Magnavox
has realized on behalf of Magnavox and Sanders under
your licensing program of the television game
patents, including the Rusch 507 patent, what is
that total number, if you know?

"A: The gross royalty income as of May the
25th was in excess of 40 million dollars, somewhere

between 40 and 43 million dollars. (TT at 6-86,
line 9-15 (emphasis added))

* * *

"Q: (By Mr. Anderson) Mr. Briody what is the
gross sales of Odyssey games and cartridges that
Magnavox and North American Phillips have sold?

"A: 297. Two 97 million dollars. That is a
rounded number." (TT at 6-92)
Turning first to royalty income, the sworn statements of Ralph
Baer made in connection with reissue proceedings for the Baer-1
Canadian patent [Exhibit LJ] are especially apt:

//

-10-
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"30. Other manufacturers entered into the home
TV game business in subsequent years. It is there-
for clear to me that my invention and the success in
licensing to Magnavox created a new industry where
there was none before. Since producing first model
Odyssey, Magnavox has continued, developed, and
produced Video Games base on my original and further
inventions. In addition to manufacturing, Magnavox
has continued to license other manufacturers and has
collected well over ten million dollars in royalties
to-date.

"31. Magnavox has been the exclusive licensee

of all Sanders' early patents relating to video

games since January 27, 1972. Magnavox has also

granted sublicenses to in excess of thirty com-

panies, including Atari, Inc., Coleco Industries

Inc., and Tandy Corporation, for the manufacture of

television game components.

"32. All of these companies are using my

invention as described and claimed in patent appli-

cation no. 286,872. My contribution has been recog-

nized by many professional groups over the past ten

years. More recently, in 1980, the New York Patent

Law Association chose me as Inventor of the Year."

The Primary Examiner who rejected the Baer=-1l Reissue was
confronted with affidavits from Baer and Mayer similar to the above
Canadian affidavit. The Primary Examiner dismissed those affidavits
stating, "[W]ho's to say that the alleged commercial success was not
a result of licenses on other related patents or heavy advertising."
(Exhibit DQ.)

It is also instructive to look at the license agreements
themselves to determine precisely which patents Magnavox licenses.
For example, the Coleco license agreement refers to eight principal
patents, three pending patent applications, and their corresponding
foreign patents in 20 foreign countries. Plaintiffs have offered no
competent evidence as to the relative values of a license under the

==
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Rusch-2 patent as opposed to the multitude of other patents they
habitually license.—g/

To the extent there were sales of the Odyssey product,
Plaintiffs' witness, Mr. Briody, failed to state the extent to which
foreign sales not subject to the Rusch-2 patent were reflected in
the figure he gave. Furthermore, Mr. Briody did not know what
Magnavox' cost of manufacturing Odyssey was, what the cost of dis-
tributing Odyssey was or what percentage of returns or repairs was.
Mr. Briecdy admitted that his job does not involve monitoring the
profitability of the Odyssey line. (TT at 6-115, 116.) Briody's
"sales information" was the purest hearsay based solely on a phone
call he purportedly made to Knoxville and it did not include any
"information" as to profit or any information as to which sales
could be attributed to master consoles or hit and hitting car-
tridges. (TIT at 6-89.) His testimony is clearly not competent to
support any contention of commercial success attributable to the
Rusch-2 patent based on sales of Odyssey products.—é/

It is clear that no competent or relevant evidence was

_3/ No software-only manufacturer was ever licensed by Sanders
or Magnavox. (FF Nos. 112, 121.)

4/ In fact, the testimony adduced regarding Odyssey was just
the opposite. Bushnell, Crane, Levy, Baer, and Fritsche all testi-
fied that the original Odyssey with overlays was unsuccessful and it
was not until Bushnell successfully marketed his video arcade games
that sales begin to materialize in any numbers (FF Nos. 108-11).

The Magnavox microprocessor based game was a weak third in the mar-
ketplace behind Atari and Mattel both in terms of capability and
performance. (TT at 7-11, 1-4.)

{4
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offered concerning the extent to which sales of the Magnavox Odyssey
products in any way involve the commercial success of the Rusch-2
patent. The schematics Sanders Associates provided Magnavox pursu-
ant to their license agreement were not those of the Rusch-2 patent
but instead were the schematics of the BRH-3 patent (Compare Exhib-
it CP with the drawings of the BRH-3 patent, Exhibit DK.) The first
Odyssey model, the ITL 200, used the BRH-3 circuitry. (TT at 4-15,
line 7--4-16, line 25 (Baer)). Plaintiffs offered no evidence that
any of Rusch's device, schematics, or drawings were ever sent to
Magnavox let alone used. They have not shown the required "nexus"

any more than the Cable Electric affidavit of sales of 5 million

units (at a profit of $2.5 million) demonstrated a nexus with the

patent itself.—é/

CONCLUSION
Activision's Trial Brief set out the proper methodology

for this Court's analysis of the obviousness of the Rusch-2 patent.

5/ In re Vamco Machine & Tool, Inc., 752 F.2d 1564 (Fed. Cir.
1985) involved a commercial success claim by Vamco that it was
market leader with an increase in sales of 5000% after marketing its
product. Id. at 1574. This claim was rejected by the Federal Cir-
cuit when the Court found success was due to a more advanced feeder
than the one described in the patent. The court stated:

"[Tlhe commercial success of a machine 'claimed' may
be due entirely to improvements or modifications
made by others to the invention disclosed in a pat=-
ent. Such success, we are holding, is not pertinent
to the non-obviousness of the invention disclosed."
(Id. at 1577 n.5 (emphasis in original))

o
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The recent decisions in Cable Electric and In re Sovish support

Activision's analysis that the Rusch-2 patent is invalid as obvious
in light of the Baer-1 patent and the Higinbotham tennis game.
Plaintiffs' attempt to revive the Rusch-2 patent with the breath of
commercial success failed because there is no link between Magnavox
licensing or the Odyssey product and the Rusch-2 patent. Nor is

there any proof that Magnavox's Odyssey product was successful.

DATED: September 9, 1985.

MARTIN R. GLICK

H. JOSEPH ESCHER III

MARLA J. MILLER
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INTRODUCTION

The users of Atari 2600 Video Computer Systems—l/ rea-
sonably expect that they may purchase or use any compatible game
software regardless of the identity of the software manufacturer.
Plaintiffs have been well-aware of consumer expectations and have
done nothing, either directly or through its licensees, to attempt
to change those expectations. The consumers' reasonable expecta-
tions, and Plaintiffs' willing acquiescence have given rise to an
implied license to play any compatible software. These facts negate
any finding of direct infringement by consumers who purchase
Activision software, and thereby preclude any contribuﬁbry infringe-

ment by Activision.

STATEMENT OF FACTS
The facts regarding implied license to consumers are
essentially uncontroverted, and are set out in the Revised Findings
of Fact. In summary, all of the master consoles for which the

accused Activision software is compatible are licensed by Plaintiffs

_1l/ Since the great majority of the accused cartridges are
compatible with the Atari 2600, and there is no difference between
Plaintiffs' conduct toward consumers who purchase Mattel or Coleco
systems, all three master consoles will typically be referred to
collectively as the Atari 2600.

At
//

//

oy
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under the Baer-1 and Rusch=-2 patents.—z/ The Atari license was
fully paid up, so that Plaintiffs did not profit from further sales
of Atari software or master consoles. Each of these licensed master
consoles is sold with a compatible video game cartridge manufactured
by the same company which manufactured the master console itself.
Video game software contained in ROM cartridges are sold
in toy stores, department stores, audio-visual specialty stores, and
through catalog sales. Video game software is displayed and sold in
the same department as the master consoles and peripheral equipment
such as joystick controllers. The software is organized and dis-
played according to the hardware system with which it is compatible.
Nonetheless, there were no warnings from any source in videb game
departments at any retail store to alert the customer that only
Atari-manufactured software could be purchased or used with Atari-

manufactured consoles, or that only Coleco cartridges could be used

2/ Only one Activision game compatible for use with the
Mattel Intellivision master console--"Stampede'"--is alleged by
Magnavox to infringe the Rusch-2 patent. Magnavox put on absolutely
no evidence at trial about the Mattel Intellivision unit, and
Magnavox has not met its burden of proving infringement as it
relates to the Mattel Intellivision. ©On January 24, 1983 Mattel
purchased an undifferentiated paid-up license from Magnavox under
the Rusch-2 covering future and past use and releasing it from "past
infringement." Thus, all purchasers of Mattel Intellivision master
consoles own Magnavox-licensed master consoles, either because they
purchased a licensed unit on or after January 24, 1983, or because
consoles purchased prior to that date were licensed retroactively.
In any event, the Activision Stampede cartridge was not even shipped
to the stores until October, 1982, and thus even if Magnavox could
prove (which it has failed to do) that Stampede infringed the
Rusch-2 patent, and even if a license could not be said to attach
which would have permitted purchase and use of Stampede in October
1982 - January 1983, such period of unlicensed use is certainly de
minimus.

.
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with Coleco consoles, or that only Mattel cartridges could be used
with Mattel consoles. Nothing on the master console package or
instructions notified the consumers that they were restricted in any
way in the use of interchangeable software.

Despite the relative ease with which Plaintiffs could have
warned video game consumers, and despite Plaintiffs' full awareness
of the characteristics of the video game market, Plaintiffs did
absolutely nothing. Because the Atari license was fully paid up,
Plaintiffs had every economic incentive to knowingly acguiesce in
the consumers' reasonable expectations regarding the use of inter-
changeable software, as no further royalties from Atari software

sales could be obtained.

ARGUMENT
I.
CONSUMERS WHO PURCHASE LICENSED VIDEO GAME
SYSTEMS HAVE AN IMPLIED LICENSE TO USE ACTIVISION
SOFTWARE ON THOSE LICENSED GAME SYSTEMS.

Al The Law Of Implied License.

In Sony Corp. of America v. Universal City Studios, Inc.,

464 U.S. 417, 52 U.S.L.W. 4090, 4095 n.19 (1984), the United States
Supreme Court noted the basic similarity of copyright and patent
law, and held that the use of a video cassette recorder to copy
television programs covered by copyright was a fair use. In
reaching its holding, the Supreme Court emphasized the video cas-
sette recorder owner's reasonable expectations with respect to the

@
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use of the VCR to record or "time-shift" television programs.

The recent case of Beckman Instruments, Inc. v. Technical

Development Corp., 730 F.2d 1076, 1085-86 (7th Cir.), cert. denied,

--U.S.=-=, 53 U.S.L.W. 3239 (Oct. 1, 1984), explicitly applied this
evolving concept of the consumer's implied license in a patent

context. Relying on Aro Manufacturing Co. v. Convertible Top

Replacement Co., 377 U.S. 476, 484 (1964) ("Aro II"), the Beckman

Instruments court invoked the "axiom that 'the sale of a patented

article by the patentee or under his authority carries with it an
"implied license to use."'" 730 F.2d at 108S5.

The defendant in Beckman Instruments was a university

which had purchased a multi-purpose direct-writing oscilloéraph
adaptable to many applications when used with appropriate input
couplers (a plug-in module for use with the equipment). In holding
that the purchaser of the complex multi-purpose equipment received
an implied .license to use it with whatever accessories were

necessary or appropriate for full use, the Beckman Instruments court

closely examined the reasonable expectations of the purchaser:

"Unless he is told otherwise at the time of sale, the
purchaser quite reasonably expects that he can
acquire those accessories necessary for full use of
the equipment without running afoul of the patent
laws." (Id. at 1086)

Distinguishing Leeds & Catlin v. Victor Talking Machine Co., 213

U.S. 325 (1909), the Seventh Circuit emphasized the extremely
anachronistic character of that decision, and stated that "the days
when the purchase of a record for a talking machine was a major

event [the facts in Leeds & Catlin] are far removed from a market in

-4-
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which complicated equipment is promoted for multiple uses through

interchangeable accessories." 730 F.2d at 1086.

In conclusion, the Beckman Instruments court held as

follows:

"A person cannot induce reliance by another and then
change the rules of the game. And a purchaser of
major equipment, a transaction knowingly authorized
by the patentee without any restrictions, most cer-
tainly reasonably expects that he can acquire what-
ever accessories are necessary for all the uses
contemplated and encouraged upon sale, whether or
not some use or another may be within the coverage
of a patent and regardless of any change in the
relationship between supplier and patentee." (Id.
(emphasis added))

This articulation of the eveolving implied license doctrine
is compelling precedent for the present case, and is indistinquish-
able in all material respects. Like the university in Beckman

Instruments which purchased complex equipment adaptable to many

applications when used with appropriate input couplers, the evidence
is uncontroverted here that the consumer who buys a licensed master
console certainly has the reasonable expectation of purchasing and
using Activision and other compatible cartridges on his master

console. Just as in Beckman Instruments, there was no warning or

any indication of restriction against such reasonable use; here
Plaintiffs have knowingly acquiesced in the consumer's reasonable
expectations. Having knowingly induced these reasonable expecta-
tions, Plaintiffs cannot claim that the purchasers of Activision
software directly infringe the Rusch-2 patent. In the absence of
proof of a direct infringement, a judgment in favor of Activision on
the issue of contributory infringement is required. See Dawson

- -
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Chemical Co. v. Rohm & Haas Co., 448 U.S. 176, 216 (1980) (no con=-

tributory infringement without underlying direct infringement).

Plaintiffs' reliance on Bandag, Inc. v. Al Bolser's Tire

Stores, 750 F.2d 903 (Fed. Cir. 1984) is misplaced. The patent at
issue in that case was a "method" patent, as opposed to the "appara-

tus"” patent in this case. The issue in Bandag was whether defendant
Bolser had acquired an implied license to use the Bandag method of
retreading tires ghen Bolser bought some non-patented equipment from
a former franchisee of Bandag. The court held that under the
specific circumstances of that case, there_was no such implied
license on a method patent.

The Bandag case is different in several material'respects

from this case, and from Beckman Instruments. First, as the court

made clear in Bandag, a method patent is significantly different
from an apparatus patent. The Bandag court stressed that the doc-
trine that "the first sale by a patentee of an article embodying his
invention exhausts his patent rights in that article, [citations
omitted], is inapplicable here, because the claims of the Carver
patent [at issue] are directed to a 'method of retreading' and
cannot read on the equipment Bolser used in its cold process recap-
ping." Id. at 924. Thus, because contributory infringement of an
apparatus patent was not at issue, the Bandag court did not take
into account what is key to this case: the underlying rationale of
limiting the scope of contributory infringement to one complete sale
and the relationship between that rationale and the related issues
of permissible adaptation and implied license. See Memorandum of

-
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Activision, Inc. Regarding Permissible Adaptation and Noninfringe-
ment.

Moreover, as is clear from the Bandag opinion, the Bandag
decision relied heavily on the particular circumstances of the
actual negotiations between Bandag (the patent holder), the defend-
ant, and the terminated Bandag franchisee and licensee from whom
Bolser purchased the Bandag manufactured (but non-patented) equip-
ment with which the patented method could be practiced. Id. at 924.

In Bandag, unlike this case and Beckman Instruments, there was

nothing to suggest that defendant's asserted implied license to use
the patented method was based on anything other than his "unilateral

1

expectations," which were in fact not well-founded. The Béndag
defendant attempted to rely on his knowledge, gained subsequent to
the time he purchased the equipment, of the particular terms of the
franchise agreement between Bandag and its terminated franchisee,
and negotiations between Bandag and the terminated franchisee for
the re-purchase of that equipment. Defendant Bolser tried to draw

significance from these factors--which in no way resemble the basis

for the reasonable expectations of the consumers in Beckman Instrum-

ents or this case--but as they clearly had no effect on forming his
expa2ctations, they simply did not suffice to give rise to an implied
license.

Finally, the Bandag court's reliance on the proposition
that no implied license to practice a method patent could have
arisen in that case because the non-patented machinery on which the
method patent could be practiced had other non-infringing uses is

e, DN
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simply not applicable here, where the issue is contributory
infringement of an apparatus patent. In Bandag, the equipment could
be used to practice the patented cold process method, but could also
be used to do things not covered by the method patent, or even be
resold as spare parts. Given the particular facts of Bandag, there
was no implied license to practice a method patent arising simply

from the sale of machinery with other uses.

B. Plaintiffs' Knowing Failure
To Take Any Steps To Warn
Consumers Gave Rise To
Consumers' Reasonable
Expectations.

As the evidence at trial established, Plaintiffs did
absolutely nothing to notify consumers that they were restricted in
the use of their licensed master consoles to software sold by a
particular manufacturer. Plaintiffs now attempt to escape the
obvious consequences of their failure to act by theorizing wvia their
eleventh-hour "expert" Dr. star—/ that no warning would have been
feasible or successful. Having done nothing except knowingly acqui-
esce to consumer expectations, Plaintiffs are not in a strong posi-
tion to argue infeaéibility.

There were several reasonable methods Plaintiffs could

have emploved, had they chosen to do so. Plaintiffs never caused

3/ Activision has objected to the admission of Alvin Star's
expert testimony, and is filing a memorandum in support of a motion
to exclude that testimony herewith.

-
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Primary Patent Examiner. Plaintiffs could easily have conveyed the
message that Claim 1 of the Baer-1 patent--which they would no doubt
contend covers every Activision cartridge ever manufactured--prohi=-
bits the use of any unlicensed software with licensed Atari, Coleco
and Mattel master consoles, regardless of whether the cartridge has
the "imparting a distinct motion upon coincidence" feature ascribed
to the Rusch-2 patent.

Finally, Plaintiffs feebly contend that putting a patent
number on the bottom of the master console was sufficient to alert
customers and prevent them from forming the reasonable expectation
that compatible software could interchangeably be used. Indeed, the
evidence in this case establishes that such marking did not even
alert the patent attorneys who represented Activision in late 1979
and early 1980 of the relevance of the Rusch-2 or other Magnavox
patents to the cartridges themselves. The number on the console, if
anything, simply informs the consumer that purchase of that console
gives him a license under the marked patent numbers.

The evidence can lead only to the conclusion that Plain-
tiffs chose to allow consumers to continue to hold the reasonable

expectations they had developed. As the Beckman Instruments court

wrote, "[a] person cannot induce reliance by another and then change
the rules of the game." 730 F.2d at 1086. Plaintiffs cannot now
change the rules of the game and claim that purchasers of Activision
software directly infringe the patent when those cartridges are used
on licensed master console systems.

’f

g -10~-
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CONCLUSION
The purchasers of licensed master consoles have the rea-

sonable expectation that they may use those consoles without
restriction, and may use them with any compatible software. Plain-
tiffs have knowingly acquiesced in this expectation, with a good
economic motive for doing so. Such purchasers of Atari 2600s there-
fore have an implied license to use their licensed Atari 2600s with
compatible softwarf, and do not directly infringe the Rusch-2 pat-
ent. Thus, Activision cannot contributorily infringe the Rusch-2

patent.

DATED: September <\, 1985.
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Magnavox has never claimed that the Activision scrolling
games Sky Jinks, The Activision Decathlon, Enduro, Grand Prix, or
Barnstorming, infringe independent Claims 25 or 51 of the Rusch-2
patent. Claims 60-64 were added to the Rusch=-2 patent in reissue
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proceedings for the sole purpose of covering monitors. (FF No. 58),

In Claim 60 the term "imparting a distinct motion" is unchanged from
Claims 25 and 51; the terms "hit symbol" and "hitting symbol" are
changed to "first symbol" and "second symbol." Magnavox apparently
contends that this minor unexplained change relieves it from the
file wrapper limitations which apply to Claims 25 and 51. The

recent Federal Circuit decision in Builders Concrete, Inc. V.

Bremerton Concrete Products Co., 757 F.2d 255 (Fed. Cir. 1985)—1/

-

holds otherwise.

Builders Concrete, Inc. v. Bremerton, supra, involved a
marine float utility lines "passage" for carrying utilities to
outlets at the side of the deck of the float. Summary judgment in
favor of defendant was granted because the doctrine of file wrapper
estoppel precluded a finding of infringement. Id. The patent claim
at issue was independent claim 10 whereas the relevant prosecution
history defining the word "passage" related to claim 1.

The Federal Circuit stated as follows:

"Although Claim 10 is the only claim in suit, the
prosecution history of all claims is not insulated
from review in connection with determining the fair
scope of Claim 10. To hold otherwise would be to
exalt form over substance and distort the logic of
this jurisprudence, [file wrapper estoppel] which
serves as an effective and useful guide to the under-
standing of patent claims. The fact that the 'passage'
clause of patent claim 10 was not itself amended
during prosecution does not mean that it can be
extended by the doctrine of equivalents to cover the

1/ Builders Concrete is dated five weeks prior to the filing
of Activision's Trial Brief but the opinion was not available in the
Howard, Rice offices prior to filing.

- -
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precise subject matter that was relinquished in

order to obtain allowance of claim 1." Id. at 260.

The Rusch-2 claims which later became Claims 25 and 51
were specifically rejected for failure to define "hit" and "hitting"
and were amended by use of the claim limiting language "imparting a
distinct motion" in order to achieve allowance of those claims
(Exhibits CV and CW). It would indeed exalt form over substance to
allow an amendment covering monitors to broaden the definition of
"imparting a distinct motion" agreed to by Rusch and Sanders in

order to get their original claims approved.—z/

DATED: September 9, 1985.

MARTIN R. GLICK

H. JOSEPH ESCHER III

MARLA J. MILLER

HOWARD, RICE, NEMEROVSKI, CANADY,
ROBERTSON & FALK

A Professional Corporation

SCOTT HOVER-SMOOCT

\\\‘R\\ M K

\ MARTIN R. GLICK

Attorneys for Defendant and
Counterclaimant Activision, Inc.

2/ This memorandum addresses only the effect of Builders Con-
crete on Plaintiffs' attempt to redefine the term "imparting a
distinct motion" in Claims 60-64 of the Rusch-2 patent. Other
issues relating to noninfringement by specific accused games are
addressed in Activision's Trial Brief and Revised Findings of Fact
(see Section VII).
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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

THE MAGNAVOX COMPANY, a corpora=-
tion, and SANDERS ASSOCIATES,
INC., a corporation,

Plaintiffs,

vVS.

ACTIVISION, INC., a corporation,

e i S i i St it i’ i ot St o et S st

No. C 82 5270 CAL

MEMORANDUM OF ACTIVISION,
INC. REGARDING EXCLUSION
OF UNDISCLOSED EXPERT

B

26(e)(1);

WITNESS
Defendant. (Fed. R. Civ.
37(b)(2)(B))
AND RELATED CROSS-ACTION.
INTRODUCTION

Activision has objected to the testimony of Alvin Star,

expert witness offered in "rebuttal" whose identity was not dis-

closed to Activision until less than one full day before his

i
MEMORANDUM OF ACTIVISION,

INC. REGARDING
EXCLUSION OF UNDISCLOSED EXPERT WITNESS
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testimony. The subject matter of the expert's testimony was never
properly identified. Plaintiffs' failure to identify Dr. Star and
the subject matter of his testimony is especially egregious in light
of the fact that Plaintiffs had retained Dr. Star more than one
month prior to his testimony. Plaintiffs had a clear obligation
under Rule 26(e)(l) of the Federal Rules of Civil Procedure to
identify this expert and the subject matter of his testimony in
early July 1985. _However, Plaintiffs did not do so, and instead
purposefully kept Dr. Star's identity a secret until the afternoon
before his testimony, after Activision had completed its testimony
on the subject matter of Mr. Star's "expert" testimony. Plaintiffs
did not reveal the substance of their surprise expert's teétimony
until he was actually on the stand. The established rule of law is
that such "trial by ambush" tactics are not allowed, and that an

undisclosed expert normally will not be permitted to testify.

STATEMENT OF FACTS

On October 4, 1984, Magistrate F. Steele Langford ordered
that both Activision and Plaintiffs disclose their expert witnesses
pursuant to discovery requests within three weeks, and if necessary
supplement responses prior to December 13, 1984. Both Activision
and Plaintiffs complied with that October 4, 1984 Order.

Oon or about July 6 or 7, 1985, Plaintiffs' counsel met
with, and by July 8 retained Dr. Alvin Star as an expert witness on
the issue of implied license in this case. Dr. Star received

o

MEMORANDUM OF ACTIVISION, INC. REGARDING
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Activision's Proposed Findings of Fact and Trial Brief to review in
preparation for his expert testimony. Dr. Star admitted that the
testimony of Activision's implied license witnesses was in line with
Activision's Proposed Findings of Fact. Despite several meetings
between Dr. Star and counsel for Plaintiffs, and Dr. Star's research
on behalf of Plaintiffs, Dr. Star's identity was not disclosed to
Activision from July 8 to August 13, the day before his testimony.
The subject matter of Dr. Star's testimony was not disclosed until

he actually testified.

ARGUMENT
I:
PLAINTIFFS INEXCUSABLY FAILED TO IDENTIFY
DR. STAR AS AN EXPERT WITNESS PURSUANT TO
RULE 26(e)(1).

There can be no doubt that (i) Dr. Star was offered as an
expert witness; (ii) Dr. Star was not timely identified as an expert
witness; (iii) Dr. Star was retained on July 8, 1985 for his tes-
timony in mid-August. The issue is therefore whether Plaintiffs
should be allowed to call Dr. Star despite the obvious prejudice to
Activision in being unable properly to prepare for Dr. Star's crouss-
examination, and despite Plaintiffs' blatant disregard for the
explicit provisions of Rule 26(e)(1l).

Rule 26(e) of the Federal Rules of Civil Procedure sets
out the limited circumstances under which a party has an obligation
to update responses to interrogatories. The identity of expert

i

MEMORANDUM OF ACTIVISION, INC. REGARDING
EXCLUSION OF UNDISCLOSED EXPERT WITNESS
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witnesses who are expected to be called as witnesses at trial is one
of those specific obligations. Rule 26(e)(1l) provides in relevant
part as follows:

"(1) A party is under a duty seasonably to supplement

his response with respect to any gquestion directly

addressed to . . . (B) the identity of each person

expected to be called as an expert witness at trial,

the subject matter on which he is expected to testify,

and the substance of his testimony." (Fed. R. Civ.

P. 26ley (1))

Can there be any doubt that Dr. Star was a "person
expected to be called as an expert witness'" between July 8, when he
was retained at $300 per hour, and August 14, 1985? It is estab-
lished that the phrase "expects to call" will be interpreted

broadly, to achieve the purpose of Rule 26(e)(l). See Knighton v.

Villian & Fassio e Compagnia, etc., 39 F.R.D. 11, 13 (D. Md. 1965);

8 C. Wright & A. Miller, Federal Practice and Procedure §2030

(1970). The obvious purpose of Rule 26(e)(l) is to give the oppo-
nent adequate time to hear the facts and opinions the experts intend
to put in evidence in order that the opponent might prepare cross
examination and rebuttal of the expert. Id. Plaintiffs had known
of the substance of Activision's presentation on the issue of
implied license to consumers since April 1985 when Activision filed
its Trial Brief, if not earlier, when Activision filed its Pretrial
Proposed Findings of Fact. Dr. Star sat through the direct exam-
inations of Tom Lopez and Dick Lehrberg, a full day prior to his
testimony, but still no proper designation of subject matter and
substance of testimony was ever made that evening or the following

morning. Cf. Tabatchnick v. G.D. Searle & Co., 67 F.R.D. 49

sedfas
MEMORANDUM OF ACTIVISION, INC. REGARDING
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(D.N.J. 1975) (emphasizing the requirement of ample notice of expert
witnesses).—l/
Plaintiffs have urged that the fact that Dr. Star was
offered as a "rebuttal" expert witness somehow relieves Plaintiffs
from their obligations to identify Dr. Star as an expert witness
pursuant to Rule 26(e)(l) once he is "expected" to testify. There
is absolutely no suggestion of such a distinction in Rule 26(e)(1l),
and no authority or rationale for such a distinction between rebut-

tal expert witnesses and non-rebuttal expert witnesses. See Collin

v. Connecticut Valley Arms, Inc., 137 Cal. App. 3d 815, 821-22

(1982) (holding that under California law an undisclosed expert will
be excluded regardless of whether he is a rebuttal or primarfacie
case witness); Cal. Civ. Proc. Code §2037.5. For example, Plain-
tiffs cannot seriously contend that they could have retained a
second expert witness on computer science issues two years ago, with
the intention of using him as a "rebuttal" witness, but not identify
him and the subject matter of his testimony until he is called to
the stand. As soon as Plaintiffs expected to call Dr. Star as an
expert witness to rebut the position of Activision on implied
license which was set out in Activision's Proposed Findings of Fact
in late 1984, and again in Activision's Trial Brief in April 1985,
Plaintiffs then had a duty under Rule 26(e)(l) to identify Dr. Star

and the subject of his testimony. Plaintiffs' asserted lack of

1/ It is settled that the duty to supplement responses under
Rule 26(e) continues into trial. See Weiss v. Chrysler Motors
Corp., 515 F.2d 449 (2d Cir. 1975).

=B=
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certainty as to whether they would or would not call Dr. Star after
he was retained on July 8 is both flatly unbelievable and irrele-

vant. Indeed, Plaintiffs specifically identified Dr. Ribbens as a

rebuttal expert witness in October 1984, but did not call him as a

rebuttal witness. Thus, Plaintiffs have admitted by their own
conduct that they had a duty under Magistrate Langford's Order to
disclose the identity of expert rebuttal witnesses. Activision
deserved to be seasonably informed of Dr. Star, and the Federal
Rules expressly require that such disclosure of expert witnesses and

the subject matter of their testimony be made.

1L,

DR. STAR'S TESTIMONY SHOULD BE
EXCLUDED PURSUANT TO
RULE 37(b)(2)(B).

The only appropriate sanction for Plaintiffs' trial by
ambush tactics is not to allow the ambush to take place. The gen-
eral rule is that courts exclude the testimony of unidentified

expert witnesses pursuant to Rule 37(b)(2)(B):

"If a party answers such an interrogatory, and subse-
quently decides to call an additional expert that he
had not listed, he is under a duty =seasonably to
supplement his earlier response by providing similar
information about the new expert . . . . Presumably
a court will not permit an expert witness to testify
if an interrogatory of this kind has been answered
and that expert has not been named, but the matter
is within the discretion of the court." (8 C.
Wright & A. Miller, Federal Practice and Procedure
§2030 (1970))

L&

=8s
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Indeed, the Advisory Committee Notes to Rule 26(e) expressly indi-
cated that "[t]he duty [to identify and supplement] will normally be
enforced . . . through sanctions imposed by the trial court, includ-
ing exclusion of evidence, continuance, or other action, as the

court may deem appropriate." See also Rosemount, Inc. v. Beckman

Instruments, Inc., 727 F.2d 1540, 1549-50 (Fed. Cir. 1984) (exclud-

ing an undisclosed expert witness in patent case). The prejudice to
Activision from b%ing forced to cross-examine Dr. Star "cold" is
both apparent and presumed--the fact of "ambush" presumptively has
some effect on the course (if not necessarily the outcome) of the
encounter. Plaintiffs can point to no reason why their own secre-
tive tactics should not be thwarted in the only way possibie in this

case--by exclusion of Dr. Star's "expert" testimony.

CONCLUSION
Plaintiffs are guilty of surprise tactics that run
squarely contrary to the letter of Rule 26(e)(l) and the spirit of
the Federal Rules. Exclusion of Dr. Star's testimony is the only
possible recourse for Plaintiffs' disregard of their obligation
seasonably to disclose the identity and subject matter of an addi-

tional expert witness--whether or not offered procedurally as

I
//
//

i

-7
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rebuttal or in the prima facie case.

DATED: September 7, 1985.

090885/5-355900Hh

MARTIN R. GLICK
H. JOSEPH ESCHER III
MARLA J. MILLER

HOWARD, RICE, NEMEROVSKI, CANADY,

ROBERTSON & FALK
A Professional Corporation

OF COUNSEL:
SCOTT HOVER-SMOOT

OSEPH ESCHER IIT

Attorneys for Defendant and
Counterclaimant Activision,

-

MEMORANDUM OF ACTIVISION, INC. REGARDING
EXCLUSION OF UNDISCLOSED EXPERT WITNESS

Inc.




- ﬂ.—In—.J._w ._Fl

_H_I|W||.|L.r s l.nn.llrd :

L
e _ ‘l\rﬂ....ql a

i - PN R e S

0 = ...‘ L - A -‘.4 - .l = i .u. - o=l - Pt ¥ ,..‘- -...... . .- ) i : . - ... 1 B B " =S F - s I ’
|.4..n ".|. 1-...._ B L l.- ._-1 v r F ....,l._.|»_ o _1.. -lr.. LT TP o ._A el Y A ror [ ..-lp._ L ] qﬂ e _-._..-lr_ ... st .1.-; I.-J|.-.n llr-|lTv.-.- \1.’
AL gty v il y! _.- - ..:..r. bt T S R ISl S B e W Rl S ..J.--:..,. “., DR ....- JL- r:.a.r... 1-..-. .. Y.._:_ﬁﬂjl_....llil -.!ll.!-v.
- ol el R Tl s RS S T e = L DO i - el w ot Sl S 1 S S AP TES S RSty ST AR PSS iy = = sl Sl e I SO
AL Jﬂr!l.lr..l,...u- ig ,:.._|. P RISt~ TR I L e =S S PR R SR S ..r h.|..._| .L .....l.??..l..].qf..w‘?-\.rl..t.- L‘Et
hrae facke > ...1.~ ) oy " i ey ek A K APR=RRR A NN S SRESh S AT PP g pflgttiaery N v i..? o S s o g i (g = A o T

Il.l.l 1.'.»”.1 ..- & I.-. 'IIFL I’ -rl hlnt—l[ Illl1lh.
1

=1 ..fi.!nr...-.lﬂl

. ey -.1..,... |..f.. -|.w S |9. ‘_.-J.-..“Jf_ﬂ.lllﬂn#h..-l..‘ﬁinl‘._ hﬂa-.l.r.- .
A N N Tl ] e L A R s

¥ b vk ..._- - N = . - l.: o e " .
gl e N e iy e = I RSy et |-_.-.r....

o e

.l......-., r ...‘..,.»..l.......» =& % ..I..- e |I. =0 .| .,.__ e .\v...l....._._.—.o..\..,hr.
" Ly e, L I . )

B A e P TR
ey _:.11.,._.. _|l trl.._.s._. cr__, . w._.:f LB s Sac oAl _.|.....,........P...._.l..:ﬂ
e . ‘ i L & o el e T2, ..u-.w_..._,r,r_,u.nl....“..u,,.

: . . .
) g 14 s..i ._" o s l.. et H #ﬂ-. _-.._..‘_.II.ILH...PW...L._I _..._,.lh_v Epa
e = o] ‘.,....Mm. e .....- e f.mhﬂ.“ldlulu.u.lullitwﬂqﬂtja.xlm..-uuﬂxﬂﬂnlﬂf
= = ...s P i u-....-:—...._ll.. N .1-....- |_|1.f.l..— lr..._-I-J-..l. . .-L.IJ-.. .ﬂ-._— u.-,-. JL-«-{JL_-‘: ia

b b A = P —g

w N — v,...‘}» e 11.11. T:....fa.xi!....- ﬂ..l-_EEt:.rl._.ltl-.J\ﬂ‘lﬂ-h.lu..\{I"

N - S .-_.,..,..m,_.r-ﬁ.... I..E_mt,__}.h....; iy _..I..._,..&qq
s i e o .A.- o ot =t Y, o sy .lI‘.l v‘.-‘lu.... ejigr!‘}vw{\.l Alll.‘q %

prE h:..;. .....m..r...}{

a f,. ,i a...ruvjh\ |1l.wh A gl _rll...“...l e

k
o e = -r_.r.. =

|.-|iﬂ.mﬁ|i[.ﬂ|.|ul\.l.lh|1|fl.1..|l.-9l.... ..lvl.-u. lf'..ul!‘ll'\h'lu[..l:l.l. ‘[[i.rfl-...-nrltr...\lmls?.lsbu.ullt .Ir..ua.f?lul... R i = I.Iq'rl |t.ll.|.

e

e A T A ra B I e e e o 4 S P e e g A gyt 1 e o S e e S r.a...ru...fibn....;..f.. R Lom e Py B e

N - a i i L = i 3 % ey e, ey n ¥ il S of & ey b | et )
ey P il Al el Ee. A - SR i . =y i L S ||. - - = r-.-n. ..m_llllba!, [ -.n rl - b .. .' M r .'
“ all

el o e I AL . s I-vbg b |. P t..I.L..rI.-._..Iu
o ni.mi. P e doar e = ﬂmm = A B e SR A (T b .,M.QH

e i ol gy
) r Benen | wad el (mgty o mbe gl B g

B €t B RS SR R ETD T Sl SRR G tn Bt A s B i ..wu.w_»ﬂﬂ.ﬁ_.._.H“.ﬂ...__;...-t..p“_,..
N b ! Iy el S & o e & R 2y R LY - a . LT e, =T, i o - 1 L A i

=

A TP e ‘ o= Y . SN AL P )
— s i i . rhers e gk s : . i "l ik s it [N A s " oy i
._I._Ilnlﬂ...l.-.ul_.r_n.ﬂ T e " T ] 3 ™ —.|rr_L..||. e ... al, ”....h..ua..lb.. ..ﬂrl.lllr.l... e . .|I’|a|u|-
o e & ’ E L A
sl ks oy g - Bl L e iUt Evinshsk o " - -
R —— — P = = SRS




HOWARD
RICE
NEMF “\VSKI
CAl WY
OB ON
& FALK

[rafessional Corporation

|

10

11

13

14

15

16

o

19

21 |
22 |
23
24
25

26

MARTIN R. GLICK

H. JOSEPH ESCHER III

MARLA J. MILLER

HOWARD, RICE, NEMEROVSKI, CANADY,
ROBERTSON & FALK

A Professional Corporation

Three Embarcadero Center, 7th Floor

San Francisco, California 94111

Telephone: 415/434-1600

OF COUNSEL:

SCOTT HOVER=-SMOOT

Four Embarcadero Center, Suite 3400
San Francisco, California 94111

Attorneys for Defendant and
Counterclaimant Activision, Inc.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

THE MAGNAVOX COMPANY, a corpora- No. C 82 5270 CAL
tion, and SANDERS ASSOCIATES,

INC., a corporation,

ACTIVISION, INC.'S
REVISED FINDINGS OF FACT

Plaintiffs,

vs.
ACTIVISION, INC., a corporation,

Defendant.

AND RELATED CROSS-ACTION.

M S S S St vt St St v St St it gt

ACTIVISION, INC.'S REVISED FINDINGS OF FACT




RICE
NEME™ ™ /SKI
_AM Y
OBt ON
& FnlkK

‘ofessional Corporation

10

11

13
14
15
16
17
18
19
20
21

22
23
24
25

26

Abbreviations

1.

B 1

III.

IV.

TABLE OF CONTENTS

THE PARTIES, CLAIMS AND GAMES
INVOLVED IN THIS LAWSUIT.

THE RUSCH-2 PATENT IS INVALID.

A.

The Non-Computer Prior Art
Before Sanders Associates' Video
Game Effort.

The Baer Prior Art--Work At
Sanders Associates.

Rusch=-2 Is Obvious In Light Of
The Non-Computer Prior Art.

The Computer Prior Art.

Rusch-2 Is Obvious In Light
Of The Computer Prior Art.

The Secondary Considerations Do Not
Render The Rusch=-2 Nonobvious.

NO INEFRINGEMENT.

A.

B.

E.

The Claims Defined.

The Differences Between Rusch-2
and Atari 2600/Activision.

The Rusch-2 Is Of No Value
Or Relevance to Atari VCS
2600/Activision Concept,
Design, or Manufacture.

All Television Applications
Use Time Delay.

There Is No Infringement

PERMISSIBLE ADAPTATION

CONSUMERS OF ATARI CONSOLES
AND ACTIVISION SOFTWARE
HAVE AN EXPRESS LICENSE.

i

Page

iii

12

32

36

48

51
64

64

66

i

T
78

80

83

ACTIVISION INC.'S REVISED FINDINGS OF FACTS




RICE
MENMEP TNVSKI
CAE Y
OB ON
&huK

‘rofessional Corporanon

10

11

13

14

15

16

17

18

19

20

21

22

23

24

25

26

VI.

VIL.

VIII.

IX.

TABLE OF CONTENTS
(Continued)

CONSUMERS PURCHASING ACTIVISION
SOFTWARE HAVE AN IMPLIED LICENSE TO
USE IT IN LICENSED CONSOLES.

SEVEN ACCUSED ACTIVISION GAMES
DO NOT INFRINGE THE RUSCH-2 PATENT.

A.

The Phrase "Imparting A Distinct
Motion" Describes Only Two Types

Of Motion: Reversal And A Transfer
Of Velocity.

No Motion Is "Imparted" In
Six Activision Scrolling Games.

Fishing Derby, Like Keystone
Kapers And Frostbite, Does Not
Infringe The Rusch-2 Patent.

Nonaccused Activision Software
Sold Prior To The Start Of Trial
Does Not Infringe The Rusch-2
Patent.

NO WILLFUL INFRINGEMENT.

THE PRIOR LAWSUITS ARE ENTITLED
TO LITTLE OR NO WEIGHT.

-ii=

86

100

100

106

116

119

123

127

ACTIVISION INC.'S REVISED FINDINGS OF FACT




r.-uf .IT.._‘_ L= -“ e 4

=T Sfud e | n.m =y ....: = N y..u.. = |||....,..1..||. .. -.
r,r}{ﬁ..,u. .,_._.,.f.{...f..._,.,.l seehl -rﬁ peoig ..“..h.,# 5 Riisﬁ;ﬁ_ﬁﬁ

....|.L.. bl l..l S =y -4 b ey« » ] ..’l- A ..-.J..-
H..rulr- :l‘..-“.-h.ll - t_.l,_1.r .uxf .. i ..-.-r#-“muﬁr .....-.-l..ﬂm 4 H.......-q-. ‘l-n.L_.l-.h. : ...‘ .r.l -. J.,..--...-.l-..lAf.rn r s

a'nh I ..-, 5 i b .... - . . ..“ A

. e Sy LA s . 5 i = . I, . ) .
Vot r.”....q,...n,... Lo " L Ryt i frim g = e |J_. oy ...,v.w B v s d ke .“.. ...—.,.-b....., ..j.h..-_-ln i e .F..I_I_.r. ..r-.- e ..urh.!..l - 4.. .. 1.. "y ..Jl-.ﬂ-lIrL.. =) n.r ...-.pﬂn.—i- ﬂl i
LA A I e L i g i A g o gt R S e e PR B S S iy S 2 e i s M i AL .....I‘ e e or T L PR .r_.?...rL\.qur- LS r..._....u.d._h.{.lrﬂ..l
L3 e o = 1S LS i e e | L5 S g T R e - i Xy e B e R T R a1l ll oy = PP ST A Rt M A rﬂ.l,ll |l|nr

B A e k. 5 ASTRNSER S Tl B Bl i ey R T B AN I e R o T S e A S R e w4 .rl....ld_u‘l.ij_.-}l (LR l.—la—lrtlri Pl e ke

¥ & oh i ! ot L gl A, E s ey =ty = R # R e, SRS a5 I LIS S St W I R Bl sty st ™ ..r

s LS ek R - ] 3 . B % il - " L o i ey T b JI Y = gl

el P Rl e “ ..-r 4 - il ey i gy % 2N ke i ol o . o oy Tk .rl ..d.. - l,.r . g
e T el i e e e ety s T EY e e __......, S e .l.unl.m.:J u.m.w.Jhl.....:l- =2
h G ; ] . b 5 I\. =i .H.,_.u._. ﬁJl.....ﬂn..-.\..M

Lok SR e n.... ..u........m..L ..v.ok

IR y . . IREOeces S ...,... S T vf.... .. Lo, I TE . + B ..1 N AT R iy R .|.....MJ el e .|1| .ul.r._.,_.._r 1? ..FJ_-JL. .|j.r -....r.l.ln_."_

r
=
-
R
L
i
=
e
[ LY

R s AR et A IR G L N et I a0 o b R Ty s Sy i e P R e o P Ll N G o.w .;..... ..J... A w..»..] ﬂ...u..mnum
T ek, R, b = R (B e e e A e e SRR S S el o2 mrm L e e e i e e o s .Hu.u.llj_nfﬁu J..Nu“...-ulllan.._di-rh.u!l..
SR 7 Kpeald —sham il aelomm, B mariial g sieder pennrh auitoi s it ..| L

gl F._.J. iy n.,.wanu.... ﬂw. ﬁ.-... i ..4.. ...p..—_l\ w_....l..,..‘u..”..n. 1 iy p S i, ol I
il - i

- " . d
ARy D e .{.ni.ﬂ l._..... g i N .... ..im.i..#ﬁ.rr.f U i iy
+hpy'y i L+.-!\.-,_fr.l...v.-}l.r.}1 .... ..w.. ;..qu.

..el,.”. o S gy = VE s L.lr, e e A I‘V...t t.r..hn...r

ol _......r.._ 3
= .|I-.n..P.I

El
o L e e e Tl gt b Dt .y - Y
e S s e . Sy o s

s s el
. B e




9
10

11
1OWARD

RICE 12
NEMEP™ SKI

AN /7 13
OBE DN

ALK 14
. ofessonal Corporation

15

16

17

18

19

20

21

22

23

24

25

26

For the convenience of the Court, we set forth below a

description of abbreviations contained in citations throughout the

Findings of Fact.

TT -

TT 8/__ a.m.

TT 8/ _p.m.
Dep.
Complaint

Answer; Counterclaim

Reply

Plf's Resp. to
Def's First Set

Plf's Supp. Resp.
to 38 and 39

Pl1f's Supp. Resp.

Plf's Third Supp.
Resp.

Stip.

Judicial Notice

Trial transcript, volume _ - page __ (June,
1985 session)

Trial transcript, August _ , 1985, morning
session

Trial transcript, August __ , 1985, afternoon
session

Deposition

Complaint for Patent Infringement, Preliminary
and Permanent Injunction and Damages, dated
September 28, 1982

Answer and Counterclaims, dated October 25,
1982

Reply to First and Third Counterclaim, dated
November 18, 1982

Plaintiff's Response to Defendant's First Set
of Interrogatories (Nos. 1-125), dated
February, 1983

Plaintiffs' Supplemental Response to
Defendant's Interrogatories 38 and 39, dated
March 26, 1984 '

Plaintiffs' Supplemental Response to Defen-
dant's Interrogatories, dated May 11, 1984

Plaintiffs' Third Supplemental Response to
Defendant's Interrogatories, dated
September 7, 1984

Stipulation of the Parties Regarding Undis=-
puted Facts, dated May 1, 1985

Activision, Inc.'s Request for Judicial
Notice, dated June 3, 1985

-iii-
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As a further convenience to the Court, set forth below is

the chronology of the relevant Sanders Associates patents in this

lawsuit, which are referred to throughout the Findings of Fact as

the '480 or Baer-1 patent, the '507 or Rusch-2 patent, and the '598

patent or BRH=-3 patent.

January 15,

May 27,

August 21,

April

April

April

April

April

25,

25,

17,

25,

25;

August 5,

October 28,

June 27,

January 10,

1969.

1969.

1972.

1972.

1973

1974.

1974.

1973

1977.

1968.

1975,

1977.

Baer applies for patent. ("Baer-1") Serial
No. 697,798.

Rusch applies for patent. ("Rusch-2") Serial
No. 828,154.

Baer-Rusch-Harrison apply for patent
("BRH-3"). Serial No. 851,865.

Rusch-2 patent issued as U.S. Patent No.
3,659,284. '

BRH-3 patent issued as U.S. Patent No.
3,659,285.

Baer-1 patent issued as U.S. Patent No.
3,728, 480.

Rusch files application for reissue of the
Rusch-2 patent.

Baer-Rusch-Harrison file application for
reissue of BRH-3 patent.

Patent Office reissues Rusch-2 patent as U.S.
Patent Re. 28,507 ("the '507 patent").

Patent Office reissues BRH-3 patent as U.S.
Patent Re. 28,598 ("the '598 patent").

Baer files application for reissue of Baer-1
patent.

Claims of the BRH-3 patent alleged to be
infringed in Magnavox v. Chicage Dynamics
Industries, 201 U.S.P.Q. 25 (N.D. Ill. 1977)
found invalid and obwvious in light of Rusch-2
patent.

-iy=-
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April 23, 1982. Patent Office Primary Examiner finally rejects
78 of the 96 claims of the Baer-1 patent.

Matter pending before Board of Patent Appeals.

-v—
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THE PARTIES, CLAIMS AND GAMES INVOLVED IN THIS LAWSUIT.
19 Activision is a California corporation based in
Mountain View, California, that designs and -manufactures a wide

variety of video game cartridges and disks.

Complaint; Answer; Counterclaim; Reply; Stip. 17.

2 Activision was founded in 1979 for the specific
purpose of designing copyrighted video games which are ultimately
sold to owners of master video game consoles, primarily the Atari
Video Computer System 2600 ("2600"). Activision currently employs
approximately 100 individuals. The master console is a computer; an
Activision video game cartridge is one of many programs which may
make use of that computer. Activision does not and has never man-

ufactured master consoles or joysticks.

TT 6-140, line 22--6-=142, line 16 (Levy).

3. Activision has designed and manufactured 42 video
game cartridges to be played on the user's television set in connec-
tion with a master console and a hand-held control known as a "joy-
stick". A video game cartridge is a small plastic box, the size of

a tape cassette, which contains a computer program encoded in a

-
ACTIVISION INC.'S REVISED FINDINGS OF FACT
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"read only memory" (ROM) semiconductor, and placed on a very small
printed circuit board. The player inserts into the master console
the video game cartridge which contains the program for the Activi-
sion game of his or her choice, turns on the television set, and the
television set then displays the computer-generated images. The
player uses a hand-held control or "joystick" to move the player-
controlled object on the display.

TT 6-140, line 22--6-142, line 16 (Levy); Ex. GT (Atari 2600 circuit
board). :

4. In addition to designing computer game programs for
the Atari 2600, Activision has designed and manufactured cartridges
and disks to be played on other computers, including the

Commodore 64, IBM and Apple computer.

Ex. EN (current list of Activision games).

5. The creative process of designing, manufacturing, and
marketing an Activision computer program usually takes between eight

and nine months. The resulting computer program is, therefore, an

/!
//
g

lliss
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original product which is copyrighted by Activision.

TT 6-154, lines 4-18 (Levy); TT 8/14 p.m. at 351, line 24-353,
line 8 (Crane).

6. Sanders Associates, Inc. is and has been a corpora-
tion of the State of Delaware and is the owner of U.S. Patent Re.
28, 507 (the "Rusch-2 patent") and the corresponding patents in
foreign countries. The Magnavox Company is and has been a corpora-
tion of the State of Delaware and is the exclusive licensee of
Sanders under the Rusch-2 patent and the corresponding patents in

foreign countries.

Complaint Answer; Stip. 18.

4 Magnavox is also the exclusive licensee of other
patents owned by Sanders Associates, Inc., including: U.S. Patent
3,728,480, for which the original application was filed on

January 15, 1968 (the "Baer-1 patent").

Plaintiffs' Ex. 261.

//
//
I
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8. The Rusch-2 patent has 64 claims. Magnavox asserts
that Activision has contributed to or induced the in:f:-ingement of
claims 25, 26, 51, 52, 60, 61 and 62 of the Rusch=-2 (hereafter
sometimes collectively referred to as the "relevant claims.")
Magnavox has never alleged or proved that Activision directly

infringed the Rusch=2 patent.

Stip. 19; Ex. DF (Rusch-2 patent); Plf's Resp. to Def's First Set at
30-31; Plf's Supp. Resp. to 38 and 39 at 2; Plf's Supp. Resp. at
9-11; Plf's Third Supp. Resp. at 2.

9. Magnavox asserts that use by a consumer of 11 of
Activision's video game software cartridges infringed at least one
of the relevant claims of the Rusch-2 patent. These 11 Activision
video game cartridges are manufactured and sold to be played on
Atari, Coleco, and Mattel master computer consoles as follows:

Atari Coleco Mattel

Boxing

Fishing Derby

Tennis

Stampede
Ice Hockey

E S

Atari Coleco Mattel

Barnstorming
Grand Prix

Sky Jinks
Enduro
Decathlon
Pressure Cooker

i

//
4

wie
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'l The Atari, Coleco and Mattel master computer consoles which play the
2|l Activision game software are sublicensed by Magnavox under the
3 Rusch-2 patent.
4
5| stip. 20.
6
7
9 10. Magnavox asserts that each of the 11 Activision wvideo
° games infringed the relevant claims of the Rusch=2 patent as
1= follows:
o Game Claim
4OWARD -

NEME,E%G Tennis 25, 26, 51, 52, 60, 61, 62
~AN Y 13 Ice Hockey 25 26, 5l 52, 60, 61; 62
OB SON Boxing 25; 265 51; 52, 80

sn.K 14 Pressure Cooker 25. 26, 51, 52, 60
ey Fishing Derby 25, 26, 51, 52, 60, 6l
“"""'""‘""""15 Stampede 25, 51, 60
Grand Prix 60
18 Barnstorming 60
Sky Jinks 60
17 Enduro 60
Decathlon 60
L Stip. 19; Plf's Resp. to Def's First Set at 30, 31; Plf's Supp.
19 | Resp. to 38 and 39 at 2; Plf's Supp. Resp. at 9-11; Plf's Third
Supp. Resp. at 2.
20
//
21
'y
22
°$ 4
23
1#
24
/7
25 //
il B/
-5-
ACTIVISION INC.'S REVISED FINDINGS OF FACT




e .-.l.u.hr b?ﬂl.rrrl.lun.rllq.n-..-l.fili.m.qd_.vlﬂblﬂlfsfﬂi
N 4.I.-l..1_ . lilwu-wf Jh‘l.‘ 4 ....lﬁ .._._ ‘F._.ll ﬁiu-lrllﬂll-.ul_-

.......

R BP e e e - P T T

ﬂ.».w_._ {r?,_.rﬁ. ki G T

.._. L

e R RS L : i ...-. i A -
h;....f. P G .r..f ;.F...X# .:1 BEs et

- .....
IJ.,.- y

.4|.I1 _f\u.r-u... l.lq.p ..,..l.v.. .-1 - l-..n.l . ”J .....|....1....-| Fl \4 8 .J ..-..- i -.-r._ l-4 .u-.l-}v ...|.vl,.h .f... ._.-. |,.D.I.F."- h. :...J_r.—-... Jl -.u_rTI.I._.-jL.A... N
S g T Ll " ek N s . .-,..rﬁ.-_t.-.‘ l{.rr ey e uv.. i, ’)1.1 ._-..1:_.?. i
SRy .A. L...ﬁ... TR N e L Tl as Pl [ WA L ..I, Wy S e PR e .v gt PSR

b kot b8 }r.... rﬂ...hr ...fE:L!....f:hE

....... .r . Ll J.q hl.l {\u.a;.l...l _.

e L __l P
e vl

..“....h e .u. % \. 1§ T oo 1 3 1 .... ... TR ot -, ..1“...u... s 1H1 D A_J.“. ..“n-..n. ...,.._..J.p-._.._.-. PR e If_-u..-u l.....rﬂhn.u.
— .-.....a..f: e e et AT Rt s.w e me?... A g v b

P ﬁ._ ...ﬁl. ol | I R {t. S RO TR N A P LO (R IeTTERE St oY K Y D8 Thrs

L.w_ BN P A g sl 4 .4 b Pty W2y _“L p f,_.ﬂ.J Tr o -.L.:l. T TR PN R L e P =,
AR A SR T o I T . S i e T A et el e e s M s P .,.,.....:;L{”_..“..,.. ATNTEB R, AT AR R (IS

Lokl A TR S e g Ay et P e e D e oL o g ....., e e e ..q.,rll.u =41 4...#&.41.;“& 2 ul.ﬂlu._ir._r-._uw;klll..un..llﬁuﬁ

— L = - : — & o gy, b . - . - ..|rlh|r|3._r

_ ik e = : =t ..” T LR L e e o) ..: An .. - 1.» ol .n.,...u_ .."._-.L- L..m. ..ﬂ .....v.l.....-.!‘..u.&...r-.t S —.;

« = : W g il e i _— - - - ar & oy K - g S A - b - = . a b
“qp _...l I i Y A2 Tpp g b L R, ST ¥ Ty PRI .1. o LR B T i = ‘..;I. L e J.JI.....B-I....M.IH‘ -.-...“.lﬂul_l .£< .hwu?.ﬂﬂ]_%ﬂ. ..L_U. 1”.".1 qllﬁl..nur._..rr“_
..‘.. Y ..‘..‘..‘( -.......... . a3 el oy P S | - i - R sty 2 .1.. o B Rt A e e |.r....‘|l. e J_l s ] .-Jrl.lul.imu
..u.}l.r.._.-.l .I = s 1- | .r- A-..l. ._.-. .-. 1 _ ) .......u..l T ... o By : F .m......... = O .-1 i hmr....nlr—. ‘i .sr.c;. -_l _A-rr ..... %.A ..-...-u! Iﬂ..lr 3 !.ﬁ..sm.n..ﬁ.ﬁ..l.ha.w lr...-r.l..“.-_. .“rm.lﬁ—uuu&.u_ﬂ‘m.mw..ﬂﬂm
R 4 - - - f - 4 - gt - e B — ey 4

H....ﬂii..l.ﬂ S ulm,.--., P L Ly et (P Lol e e S ;.-...l..,l.a.,ﬂvﬂu..,. A Tt H..u..ﬂt.l.n.._]uh:iﬂ,.,d..ﬂn-r. =t T Tl
YL DA A gy e o, = S W (L .m e Do e “_.,... _x.".,.L.. e m:,..ur. .....{ru..p,”_.,....fiq. _P#J...:.w AR T et

e e ¥ 4 i Py il » . RSP 5 = nhy - =hy - m Ny T ——— Wiy iy, iy
.f'ﬂ.l..!.!)l-l-r.-rulrll...-l.-\llw.r - ..r.lrr. Jﬁ....r..- b

- = - dad .r-II- I&}t-llu- [-Itl
“ﬂ.hn,}urﬂr”.r..wﬂa?ﬁ? ..,.HIEH.H. :

.....-.—..r. ...L|1‘. ‘o= ..,Iul.._ru..._.n. -.._.... ..u.
wm epllL 5 -...olp .IL..L? ik P ey E

i

|
:
i
;?‘;,
i3
s o

...lﬂl-..AJl-.t.\r-.I...l.T ...S.l..IJ_‘. -n IJ...huxllﬁ..
By = aad RLe
r-.yﬁll._l_.,l_.‘..l-a r.rLL.lh .L. ol byl

in

__-.
..7.1._....11..,...».,“_?5; Py




i

ﬁh%m 5: .ﬁ}& “3
..4I| al.u_!..#luru..l L.’u—rﬂ.,‘.—h

= -

iy g ¥ - o "
o' b i g SN - B i 3 H ey il 1= 4 PR Lt g e
L ¥ P . b2 = E 5 - B - - o 5 d - L o e
1 i R T Ll v Pl m o el B SEW T o T Y SR o~ SRR i, e WS mall o - 1= n y o B il d ¥ i
| S e - e e R L =l = B s e ot s St r=Tth et il gramtuiey = ) i g e . A r
3 - - = - B B e = = i s — = = g
— - vy e P [ b fapl ! .j
| g 1 s ) I " - - - L \ b
S - - : TR v “ Ny A 2 .1.._*.#1 .IL l..
¥ LS Lty L e = - TR e e & e, B 3 P B N L ... .
v e X = B de : ol = LW ol Lo -, o b gl E ¥ 1 L i
] o K ) ! . 3 b e . A | B - S . 4
= ps, 4 1y B P It i vk IR s s o E g w s ! W Y k)
N - — r Ll -
5 i, b 1 " oA

e g .1w . ....1 Pt ol RO =k .u. PR T e o u...l.u._... g | ...ﬂlm.w. 3 Rt i e
(R ..L._..n..l.r. %..ﬁ....?.r.. o s Pt .(L.....l.I "_-......\...q:_..i_»«..f.vﬁ Li..._d__.\ ;._.E....J..u.e_m._. :.:..L..... ..n_..ﬁ&w.hl.“ ..rs_..&.ﬁ.aei-_..
frrftirrnrii%[fl%if Al T avtdareb ey Al r__.J..r1,.:.aFw.n.r__q..r. .im,ﬁv ..u..._.._.__a...;..;wqf ia%&&iﬂf}

g A Tt itk ed .:Rn.. ?.ano...&.#.. V?\}l.wnat.r&.{.tubulbﬂ

e G e s Wi e R S .... l.br.._.,.....}..r,.;..... £y = JJL....LvJ.JrI.....:”...S

s |L|. l I-... - : 'lnw ﬂi .- jllEII- [ l-l-l- LI. L- ot
er SIREN e e HE 3 y g B lH_M_bULHA.l‘&InPd..rr._...TLE..P..._.}er vou i N
e T v e M T P T R P Py N T “. I...:l.a.;h..u R G e e AT I I P 1 Sl AS
S R e R e T e e e Dl B e e
e = ... .. E
Al l:
Hm.w“ o

TR A A R ¥ A S N R e N A h\_ﬂéﬂiﬁﬁ

b ae B . SR E R =Rt E i P S 5 e — = . B . - . J = - llJ....lu-q._m..l.l.l.L.ﬂl

Al ., i _....4 =14 .A..",. !.1|.T & o RS ety .W._:.J...r....l......... s .h .m....r.. -...nl. ._.“n u_.._l..l...- G .\- 2 Y fait ” .....I...,.?.urnh..u.l....:.ﬂw.. Ja.-...;nl._ﬁ..rﬂ
ol Iaﬁ. i .u. il .u..F. el s ym,...."bu.. ] RIE3 ALy A LA : _.eum:m.._r.;.._% Je.:.%
B e .._.f...._ﬂf“.f Tt __.l. .““.._.:1# Tl i b s .i?..ﬁ.ﬁ*)..fiu.w,_w.:m e T P E L e

e u..viz S _wq .u_.n._..,..,r.. u.rﬂ.m.?ﬂ._ o _u_."u....r#t?r el ,meuwa.nqu. AN B a%ﬂdaﬁxu@u@hlﬂ
leﬁlu“..,"h..lljﬁ‘.h.uﬂ rﬂlﬂ u.lr.uRa..:.Jl ||“||||.v4.lu.|li.||...d...l.“|||||.|_“.nu..u b||1“.“|.1._J-J|i".1|u..] ||hmun.l_| ﬂffhlll = - == |H1M|ﬁ|u"ﬂ“hr“|tn. =
et f.“. _Iﬂr;«JlilIF.. bl 5.“......”._.ﬁ .u.w«ﬁm.f. e L.Fh{ e wﬂ?tmr... Riolalr it e i) ¢.. : x

.-J{.( .0...._14? T T ..Jru-.nl.@. 1].!..

s e SRR TR S

A py =yl . e gt |1-. - - e
e Eae ~ ban [.i l-lm..lu- LT .|l (PR - ..|.-l. .|..... .l.. ... l..l..r... e

o -5 ¥ e k2 .nl
trse gty %T]Ea.ﬂ R f#ﬁﬁﬁwx_uﬁi !

Mi

* .v.v..ll N L ii\-?*!#-.T...rr}lrtiul .T...‘.._ frepiniy -vﬂ.._..-}.wn..—. ?]1..:-“..14.1%14.}}131 l.ﬂfﬂ#{#t%jﬂl Iii...".:.. rlfi..r.}a{..l,.rrr{..n{mﬂ.lﬂ-

-. _L [ Sl A Lr—Jl. Al .|n-_|.].—..,l..| T = ST o e .r- il y -l W ¢ ‘W3 k] g ___n_-uu

: ....&H..._.Ff,, S
s h..ﬁﬁ..dﬂ..“..- :

umr..uuxf.....ru-..{..



10

11

RICE 12
MME K]

AN Y 13
nOBE ON

&FALK 14
:ql--d Cerporanon

15

16

17

18

19

20

21

22

23

24

25

26

II.
THE RUSCH-2Z PATENT IS INVALID.
A. The Non-Computer Prior Art

Before Sanders Associates' Video
Game Effort.

a. Simulated Games

11. "Ball" games including tennis, ping-pong, handball,
billiards (pool), and hockey pre-date the 20th century and, more
specifically, were not devised or invented by any plaintiff in this

action.

Stip. 1.

o Higinbotham Tennis Game

12 In 1958, Dr. William A. Higinbotham designed elec-
tronic circuitry which allowed two people to play a game of tennis
on a cathode ray tube display ("Higinbotham tennis"). Each player
controlled an invisible tennis racket by means of a hand controller.
The view on the screen of the display was that of a tennis court
seen from the perspec¢tive of one standing on the sidelines. The net
was a vertical line in the middle of the screen, and a horizontal
line represented the length of the court. When a player hit the
ball, the ball would appear to move in a realistic fashion, depend-
ing upon how it was hit. Thus, the ball would bounce off the court,
bounce backwards off the net (if the net were hit) or move beyond

the end of the court. When the player pushed a button on the hand

-B=
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control to hit the ball, the ball would reverse direction and move
with a velocity determined by the player's manipulation of a second

knob on the hand controller.

TT 8/12 p.m. at 102, line 20 - 103, line 1; 105, line 6 - 111, line
10 (Higinbotham); Exs. JN, JP, JOQ.

13. Dr. Higinbotham used 10 operational amplifiers,
originally part of a Donner analog computer, and several relays to
make his tennis game. He took the amplifiers from the Donner analog
computer; he did not use the computing power of the Donner device.
The operational amplifiers compared, integrated, and differentiated
voltages with respect to time. The relays acted as bi-stable
devices which were triggered by the operational amplifiers, thereby
changing the motion of the tennis ball. For example, one opera-
tional amplifier sensed when the ball hit the court. A relay was
adjusted so that it would operate whenever the operational amplifier
determined that the vertical position of the ball had reached a
particular voltage level. The court line on the display was sepa-
rately adjusted to this same voltage level. Thus when the ball's
vertical voltage equalled the voltage which controlled the court
line, the relay was triggered. The bounce of the ball was achieved
by changing the state of the relay so that the connections of a
charged capacitor were reversed, thus changing the voltage applied
to the operational amplifier which generated the ball. When either

player pushed their control to return the tennis ball over the net,

o
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a ratched relay was activated. The ratched relay is a mechanical
bi-stable device which is the same as a flip-flop except that the
flip-flop is an electronic bi-stable device. Dr. Higinbotham used
an electronic switch, a bi-stable multivibrator, to separately
generate the signals which resulted in the display of the ball, net,

and court.

TT 8/12 p.m. at 112, line 13 - 120, line 6 (Higinbotham); TT
8/12 p.m. at 140, line 5-141l, line 23 (Thacker); Exs. JN, JO, JP, E,
F.

14. In the 1950's, Brookhaven National Laboratorf held
open houses, typically on a weekend in early fall. Each department
and division prepared exhibits which were displayed in the gymna-
sium. The Higinbotham tennis game was displayed at two such open
houses in 1958 and again in 1959. Thousands of people, including
technicians from neighboring universities and school children,
visited Brookhaven and saw the game being played. A number actually
played the game. There was no secrecy attached to the Higinbotham
tennis game and questions about it were answered. The Higinbotham
tennis game is prior art with respect to the Baer-1l and Rusch-2
patents under 35 U.S.C. §102(b) because it was publicly known and
used in 1958, ten years before patent applications were filed for

the Baer-1 and Rusch=-=2 devices.

TT 8/12 p.m. at 103, line 2 - 104, line 27 (Higinbotham); Ex. JQ.
//
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or Rusch began the work which resulted in their respective patents.

Ex. BD (Spiegel patent); Ex. DQ (Examiner's Answer, '480 reissue
proceedings); Stip. 4.

17 In 1977 Magnavox brought suit against APF Electronics
and several other entities for infringement of the Rusch-2 patent.
The suit against APF was dismissed for lack of venue. In November
1880 APF acquired the Spiegel patent; in January 1981 APF intervened
in litigation between Magnavox and APF customers Sears, Roebuck and
Montgomery Ward and counterclaimed against Magnavox for infringement
of the Spiegel patent. That case was ultimately settled; as part of
the settlement, APF conveyed the Spiegel patent (which by then had
expired) to Magnavox. Magnavox valued the expired patent at
$200,000. Since its acquisition of the Spiegel patent, Magnavox has
failed to bring suit or even contemplate filing an action against
any video game manufacturer for infringement of the Spiegel patent.
Magnavox has never licensed a video game manufacturer under the
Spiegel patent. Magnavox acquired the Spiegel patent because they
recognized that Spiegel is and was highly relevant prior art.
Magnavox, by acquiring Spiegel, effectively precluded alleged

infringers whose sales occurred before 1980, from asserting Spiegel
Fi

//
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as that would be escaping the frying pan for the fire.

Lipper Dep. (5/13/82, APF) at 97, 136-138; Mayer Dep. (5/9/84,
Activision) at 34-39, 43-44; Ex. EA (APF/Messerschmidt license

agreement); Ex. ED (Assignment of Spiegel patent to APF);
(APF counterclaim); Ex. EG (APF Settlement Agreement).

//
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B. - The Baer Prior Art--Work At Sanders Associates.

a. Ralph Baer and the Baer-1 Patent.

18. From 1961 through the early 1970's, Ralph Baer was
the Division Manager for the Equipment Design Division of Sanders
Associates. As part of his job, Ralph Baer oversaw the development
of electronic display systems that Sanders designed for the mili-
tary. The period from September, 1966 through February, 1968 is

referred to hereafter as "the development period."

TT 2-4, line 4 - 2-5, line 8 (Baer).

19. In September of 1966, Baer wrote a memorandum record-
ing his conceptions regarding the development of video games. The
memorandum describes no circuitry or other means for implementing
Baer's video game. Among the many game ideas Baer disclosed is that
of auto racing, using the screen as a scrolling roadway or obstacle
course. A basic electronics technician would have been able to

develop the circuitry to implement Baer's memorandum.

TT 3-97, lines 3 - 3-101, line 16; 3-113, line 20 - 3-115, line 9
(Baer); Ex. CA (Baer, September 1966 memo); Ex. CC (Baer, TV Game
Data in Chronological Order).

20. In early 1967, Baer gave his memorandum to his tech-

nician William Harrison, and told Harrison to make some electronic

w] P
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circuitry to implement the memorandum. Harrison constructed this
circuitry in part by using a "Heathkit" Baer had purchased. Baer's
Heathkit was a commercially available piece of equipment which was
used to check the horizontal and vertical signals on a standard

television set.

TT 2-16, line 25 - 2-17, line 25; 2-24, line 4 - 2-25, line 2
(Baer); Ex. HF (Harrison's notebook).

21 . By January 10, 1967 an apparatus was constructed and
tested by Baer and William Harrison. That apparatus generated a

pair of spots on a television screen.

TT 3-115, lines 17-25 (Baer); Ex. HD (Baer Disclosure Sheet) at 2.

22. The Sanders TV game project maintained security so
"the whole concept, which would be very evident on brief viewing,

would not be broadcast throughout the company in short order."

TT 2-14, lines 8-10 (Baer).

23. By May 1967, Baer had completed work on a video game

prototype. That apparatus embodied circuitry for generating

=13=
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player-controlled spots on a television screen and detecting coinci-
dence between the spots. By May 19, 1967 an apparatus had been
constructed, tested, and reduced to practice which embodied Baer's
car race game disclosed in his September, 1966 memorandum. The
apparatus generated a roadway which appeared to move, scrolling

toward the player.

TT 3-116, lines 8-25; 3-101, line 25 - 3-107, line 18 (Baer);
Harrison Dep. (3/17/76, Bally) at 60.

24. William Rusch had nothing to do with the idea, con-
ception or reduction to practice of Baer's scrolling car game. The
Rusch-2 patent does not disclose any scrolling game, nor was any
evidence offered to show that Rusch had ever conceived of or reduced

to practice such a game.

TT 3-105, lines 14-19 (Baer).

25 .. Ralph Baer's May, 1967 apparatus played chase games,
pumping games, target shooting games, and, with an overlay, some

board games.

TT 3-117, lines 1-8 (Baer).

7/
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26. By June of 1967 Baer had constructed, tested, and
reduced to practice a device for playing video games. A control box
was attached to the antenna terminals of a television set. This
control box included means for generating vertical and horizontal
synchronization signals, means for generating dots on the screen of
a television receiver to be manipulated by at least one participant,
means for generating dots whose motion is non-player controlled
(automatic), means for detecting coincidence, and means for altering
a dot in response to coincidence. By this time, Baer's game concept
had matured into seven distinct games which were demonstrated by
Baer to his superiors at Sanders on June 15 and 16, 1967. The games
included a game called "Fox Hunt" where a white spot (hunter) con-
trolled by a player chased a red spot (controlled by another
player); when the spots touched the red spot would disappear by a
change in background color. In another game, "Fox & Hounds Chase,"
the player controlled a "red fox" trying to maneuver past three
spots representing hounds whose movement was controlled by the
machine. Baer also developed a target shooting game where one
player attempted to shoot at either a stationary spot, a player-
controlled spot, or a randomly moving spot on the screen. Two other
games developed by Baer were "pumping games" where each player would
pump a switch as fast as possible to see who could raise the level

of "water" displayed on the screen.

TT 3-118, line 18 - 3-123, line 2 (Baer); Ex. CD (Summary of Major
Games); Ex. HD (Baer Disclosure Sheet) at 2, last line.

//
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27 Baer's device demonstrated in June, 1967 and his
patent disclose the use of a delay multivibrator which is used in
conjunction with horizontal and vertical synchronization signals for
generating the time delay necessary to create and move spots on a

television screen.

Ex. DA (Baer-1l patent); Ex. IU; TT 8/12 p.m. at 128, line 24-132,
line 11 (Thacker).

28. All elements of the June, 1967 demonstrations were

incorporated into the Baer-1l patent.

TT 3-122, lines 15-22; 3-123, lines 3-5; 4-40, lines 8-25; Ex. HD;
Ex. DA (Baer=-1 patent) [note particularly claims 1, 9, 11 and 25].

295 On June 16, 1967 (one of the days Baer demonstrated
his apparatus to Sanders' top management) Baer, having reduced his
concept to practice, wrote, signed and dated his Patent Disclosure

Sheet.

Ex. HD (Patent Disclosure Sheet).

//
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i
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.30, Ralph Baer reduced to practice in June, 1967 a device
which generated more than two spots. Generating more spots than two
was incidental, i.e., just a matter of adding more generic spot

generators and coincidence detectors.

TT 3=-124, line 23 - 3-125 (Baer); Admissions: Ex. JL-7 (Baer).

31. By September 12, 1967 Baer completed work on further
refinements to the June apparatus, culminating the work which encom-

passed everything shown in the Baer-1l patent.

TT 3-123, line 19 - 3-124, line 21.

32. The Baer-1l patent teaches playing of interactive,

i.e., two player games.

TT 6-29, lines 5-15 (Baer); Ex. DA (Baer-1 patent).

33. Circuits built by Baer and Harrison in February,
April, and May of 1967 to produce spots on the screen and detect

coincidence were used over and over again in succeeding versions of

£
o

L
ACTIVISION INC.'S REVISED FINDINGS OF FACT




OWARD

NEMERCVSKI
AN Y
OBt ON

. K

A Professsonal Corporaten

10

11

14

15

16

17

18

19

20

21

22

23

24

25

28

television games, including the Rusch ping-pong game.

TT 3-117, line 22 - 3-118, line 17; TT 3=132, line 22 - 3-133,
line 2; Admissions: Ex. JL-8 (Baer).

34. Ralph Baer's apparatus described in the Baer-1 patent
detected coincidence and then altered the signal representing one of
the dots. This was accomplished by color change or by having a spot
disappear. There was, however, no limit to the number of things
that could happen after coincidence using Baer's concept and appara-
tus because the spot surrogates for anything one wishes to visualize

and therefore can have any attributes the designer chooses.

TT 3-125, line 8 - 3-126, line 1 (Baer); Admissions: Ex. JL-7
(Baer).

35. The Baer-1 patent embodies the concept of automatic
motion, i.e. having both a player contreclled spot and at least one

machine controlled spot.

TT 3-119, line 13 - 3-122, line 12; 3-123, lines 3-5; 4-40,
lines 8-25 (Baer); Admissions: Ex. JL-6 (Baer); Ex. DA (Baer-1
patent, claim 25); Ex. DU (Seligman argument for Baer-1l reissue)
at 14; Ex. DX (Seligman argument for Baer-1l reissue) at S.

/!
//
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36, The Baer-1 patent embodies use of voltage control for

spot generation.

Ex. DA (Baer 1 patent, column 1, lines 7-17); TT 3-137, line 24 -
3-138, line 23; 3-139, lines 18-25 = 3-140, line 1 (Baer); TT 5-150,
line 22 - 5-151, line 2 (Ribbens).

37T On January 15, 1968, Baer applied for a patent enti-
tled "Television Gaming and Training Apparatus." The Patent and
Trademark Office assigned Baer's application Serial No. 697, 798.
The application was eventually issued as U.S. Patent No. 3,728,480.
When Baer applied for the patent, neither Baer nor Sanders disclosed
to the Patent Office the existence of the Spiegel patent, Space War,
Spiegel patent, G.E./NASA scene generator, Higinbotham tennis game,
Michigan pool game, Drumheller pool game, and the RCA pool game.
Moreover, none of this prior art was considered by the patent office

prior to the issuance of the Baer-1 patent.

Ex. DB ('798 file wrapper); Ex. DE ('480 file wrapper); Ex. DA
(Baer-1 patent).

38. On April 17, 1973, the Baer-1 patent was issued to

Sanders Associates as assignee of Baer.

Ex. DA (Baer-1 patent).

=18
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39. On June 27, 1977, Baer filed an application for
reissue of the Baer-1 patent with the U.S. Patent and Trademark
Office, stating that as the Baer-1 read, it was "partly inoperative
or invalid" because Baer had claimed more than he had a right to
claim in the patent. Baer's "error" was to include claims in the
Baer-1 patent that "appear to be too broad" in light of the inven-

tion described by Fritz Spiegel in U.S. Patent 3,135,815.

Ex. DZ (Baer Supplemental Declaration).

40. During the more than 8 years that the Baer-1 reissue
application has been sought, the Patent Office, on five separate
occasions, has rejected various of Sanders Associates' claims, and
Sanders has filed at least five amendments to its application. Baer
has submitted 96 claims which purport to set out the meets and
bounds of his "invention." On April 23, 1982, the Patent Office
Primary Examiner finally rejected substantially all of the submitted
claims. Specifically, 78 of the claims were rejected, primarily
because the teachinqs of the Spiegel patent and Space War, made the
Baer-1 patent obvious o one skilled in the art. The 18 remaining
claims relate primarily to very specific circuitry and to a light
detecting target shooting game unrelated to Activision's video games

here in suit.

Ex. DP ('538 file wrapper).

«20=
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41. In 1982, Baer appealed the Final Rejection of the
Baer-1 reissue application to the U.S. Patent Office Board of
Appeals. The Primary Patent Examiner filed its Answer to Baer's
appeal in October, 1983. The matter is still pending before the

Patent Board of Appeals.

Ex. DP ('538 file wrapper).

42. On October 25, 1984, Magnavox covenanted that it
would never sue Activision for infringement of the Baer-1l patent or
identical subject matter in any reissue application for Baer-1, to
the extent the claimed subject matter of such reissue application is
identical to the claimed subject matter of Baer-l. In exchange for
this covenant Activision dismissed its counter-claim for declaratory
judgment that Baer-1l is invalid and not infringed. Magnavox' cove-
nant not to sue on the Baer-1 patent is essentially an admission by
Magnavox that it could not prevail in a court of law on the issues

of the wvalidity and/or infringement of the Baer-1 patent.

Ex. FO.

b. William Rusch Assigned To Work
For Baer.
43 . William Rusch, an engineer at Sanders Associlates,
-
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began work on the Sanders' video game effort between September 25

and September 29, 1967.

TT 3-126, lines 2-15; 3-128, line 9 (Baer); Ex. CF (Rusch Notebook)
at 95.

44, Rusch first clearly conceived the ideas embodied in
the Rusch-2 patent beginning on or about October 12, 1967, and work

on these ideas began in the latter part of October, 1967.

Ex. CJ (Rusch Disclosure Sheet) at 1 (#5); Ex. HT (Rusch First
Progress Report); Harrison Dep. (3/24/76, Bally) at 42-43.

45, Although William Rusch was officed with the Sanders
TV Game Unit prior to September 25, 1967 he was not, prior to that
date working on television games. Rather he was, with occasional
help from Harrison, working on a music (guitar string) project and

was still assigned to another corporate director.

TT 3-127, lines 1-23 (Baer).

46. Before Rusch began any work on Sanders Associates'

video game project, Rusch became thoroughly familiar with all of

.
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Baer's and Harrison's ideas, designs, circuits and working models,

including the entirety of what became the Baer-1 patent.

TT 3-131, lines 6-16 (Baer).

47. Rusch's work was only an attempted "improvement" to

that completed earlier by Baer.

TT 3-131, lines 17-25 (Baer); Admissions: Ex. JL-5 (Seligman Supp.
Amendment to Response to Opposer's 2nd Paper).

48 . Rusch undertook the task of improving Baer's video
game as reflected in the Baer-1l patent and the schematics and draw-
ing which relate to it. Specifically, Rusch sought to make improve-
ments, as follows:

(1) Replacement of Baer's "digital" approach with an
analogue method of spot generation;
(2) Generation of spots of different shape, e.g., round;
(3) Introduction of bounce for ball and paddle games.
Of the three above, the only one advanced by Plaintiffs as relevant

in this action is the introduction of the bounce feature.

Ex. HD (Baer Disclosure Sheet); Ex. HT (Rusch First Report); Ex. HU
(Status Report); Ex. HV (Sanders Stop Order); Ex. HW (Rusch Final

s
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Report).

49. In his Final Report signed in July, 1968 William
Rusch in his "conclusion" distinguishes his analog approach from
Baer's "digital" approach and concludes that his analog approach is
superior. Rusch was attempting an improvement which, by his own

definition, excluded using digital technology.

Ex. HW (Rusch Final Report at 5).

50. Rusch completed and tested his first video game

apparatus on October 26, 1967, 14 days after his first conception.

Ex. CJ (Rusch Disclosure Sheet) at 1 (#6); Ex. HU (Status Report).

51. Rusch finished all work on the Rusch-2 patent, i.e.,
he reduced the conception embodied in the Rusch-2 to practice by
January, 1968. He submitted his patent disclosure sheet to Sanders

on February 2, 1968.

Ex. CJ (Rusch Disclosure Sheet) at 1; Ex. HV (Sanders Stop Order).

//
i
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B2. Rusch used a flip-flop to cause reversal of motion.
A flip-flop circuit, such as the one used by Rusch in the Rusch-2
patent, is a simple circuit which could automatically change volt-
age. No specific flip-flop was even set out in the schematics of
the Rusch-2 patent. Flip=flop circuits substantially identical to
the one used by Rusch were well known at least as early as 1960, and
in fact appear in an electrical engineering textbook as early as

1960 and in a standard dictionary in 1968.

Judicial Notice: Ex. M; Ex. GY (textbook).

53. Sawtooth wave forms, such as the one drawn in the
Rusch-2 patent, were well known in connection with generating sym-
bols on a television screen. Every television set uses a sawtooth
wave to generate the picture on the screen and thus the use of a
sawtooth wave to control spots on a screen is inherent from the

nature of television itself.

IT 5=7, lines 11-13..

54. The Rusch-2 patent describes a set of simple elec-
tronic analog circuits which are soldered together ("hard-wired").
The Rusch-2 patent discloses a box which could be used only to play

a discrete number of games whose circuits were either built into the

* PG
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box or could be reconfigured in a limited fashion by use of a

plug=in board.

Ex. DF (Rusch=2 patent); TT 7-121, line 9 - .7-122, line 2 (Thacker).

55. On May 27, 1969, Rusch applied for a patent entitled
"Television Gaming Apparatus." The Rusch patent application tracked
almost word per word much of the specification and claim language
found in the then pending Baer-1 application. The Patent and Trade-
mark Office assigned Rusch's application Serial No. 828,154. The
application was eventually issued as U.S. Patent No. 3,659,284 and
later reissued as U.S. Patent Re. No. 28,507. The Higinbotham
tennis game, Spiegel patent, Space War, G.E./NASA scene generator,
Michigan pool game, Drumheller pool game, and the RCA pool game were
not disclosed to nor considered by the Patent Office prior to the
issuance of U.S. Patent No. 3,659,284. Baer's pending application
for what was to become the Baer-1 patent was not cited to the Patent
Office as prior art, but only cross-referenced as a related applica-
tion. The Patent Office examiner did not consider the impact of the
Baer-1l patent on the validity of U.S. Patent No. 3,659,284. The art

not considered by the Patent Office was more pertinent than that

&
/!
£
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which it did consider.

Ex. CS ('284 file wrapper); Ex. CR ('284 patent); Exs. CT, CU, CV,
CW (excerpts from '284 file wrapper); Ex. DB ('798 file wrapper).

56. On April 25, 1972, the Rusch-2 patent was issued to

Sanders Associates as assignee of Rusch.

Ex. CR ('284 patent).

57. On April 25, 1974, Rusch filed an application for
reissue of the Rusch-2 patent with the U.S. Patent and Trademark
Office. Pursuant to the terms of 35 U.S.C. §251, a patent holder
may file an application for reissue when the patent is "deemed
wholly or partly inoperative or invalid, by reason of a defective
specification or drawing, or by reason of the patentee claiming more
or less than he had a right to claim in the patent. . . ." The
Higinbotham tennis game, Spiegel patent, Space War, G.E./NASA scene
generator, Michigan pool game, Drumheller pool game, and the RCA
pool game were not disclosed to nor considered by the Patent Office
prior to the re-issuance of the '284 patent as U.S. Patent Re.
28,507. The Baer-1l patent was not cited to nor considered by the

patent office as prior art, but only cross-referenced as a related

//
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patent. The art not considered by the Patent Office was more perti-

nent that that which it did consider.

Ex. DG ('507 file wrapper); Exs. DH, DI (excerpts from '507 file
wrapper).

58. Rusth's application for reissue of the '284 patent
stated that as the patent then read, it was "partly inoperative by
reason of a defective specification." Sanders Associates sought to
have the patent reissued to cover displays on all cathode ray tubes,
so that it would cover coin-operated video games in arcades. This
was the sole reason reissue was sought. To this end, claims 60
through 64 were added to the patent that was reissued as the Rusch-2
patent. Nothing in the reissue application changes or addresses the

definition of "imparting a distinct motion."

Ex. DI (excerpt from '507 file wrapper).

59. The Rusch=2 reissue application was allowed by the
Commissioner. Rusch surrendered the '284 patent. The reissue was

issued on August 5, 1975, and was given the number U.S. Patent Re.

28,507.

Ex. DF (Rusch-2 patent).

=P B=
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s The Baer-Rusch-Harrison Patent.

60. On August 21, 1969, Baer, Rusch and Harrison together
applied for a patent entitled "Television Gaming Apparatus and
Method." The Patent and Trademark Office assigned this application
Serial No. 851,865. The application was eventually issued as U.S.
Patent Number 3,659,285 (the "BRH=-3" patent). This patent purports
to describe circuitry for playing games on a television display by
generating dots, getting the hitting dot(s) to move and "hit" the
hit dot(s), detecting coincidence of the dots, and "imparting a
distinct motion" or "altering the motion upon coincidence" of the
hit dot(s). The BRH-3 patent disclosed and claimed digital circuits
for generating spots on the screen, i.e., spot generators. The
BRH-3 patent disclosed circuitry which could generate screen-width
walls off of which spots could bounce. The Higinbotham tennis game,
Spiegel patent, Space War, NASA scene generator, Michigan pool game,
Drumheller pool game, and the RCA pool game were not disclosed to
nor considered by the Patent Office prior to the issuance of the
BRH-3 patent. Baer's pending application for what was to become the
'480 or Baer-1 patent was not cited to the Patent Office as prior
art, but only cross-referenced as a related application. The Patent
Office examiner did not consider the impact of the Baer-1l patent on

the validity of the BRH=3.

Ex. CX (BRH-3 patent); Ex. CY ('285 file wrapper).

7/
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=20=
ACTIVISION INC.'S REVISED FINDINGS OF FACT




10

11

RICE 12
NEMERMVEK]

AN ¢ 13
OBE DN

&L <~ 14

7 Stswarai Corporaten
15
16
17
18
19
20
21
22
23
24
25

26

61. On April 25, 1972, the BRH-3 patent was issued to

Sanders Associates as assignee of Baer, Harrison and Rusch.

Ex. CX ('285 patent).

62. On April 25, 1974, Baer, Harrison and Rusch filed an
application for reissue of the BRH-3 patent with the U.S. Patent and
Trademark Office. Baer, Rusch and Harrison gave the same reasons
for seeking reissue of the BRH-3 patent that Rusch gave in seeking
reissue of the '284 patent. The BRH-3 reissue application was
allowed by the Commissioner. The reissue patent was issued on
October 28, 1975, and was given the number U.S. Patent Re. 28,598
(the "BRH-3" patent). The Patent Office examiner did not consider
the impact of the Baer-l1l patent on the validity of the '598 patent.
The Higinbotham tennis game, Spiegel patent, Space War, G.E./NASA
scene generator, Michigan pool game, Drumheller pool game, and the
RCA pool game were not disclosed to nor considered by the Patent
Office prior to the issuance of the BRH-3 patent as U.S. Patent Re.

28,598.

Ex. DK ('598 patent); Ex. DL ('598 file wrapper).

63 . The relevant claims of the BRH-3 patent alleged to be

infringed in Magnavox v. Chicago Dynamics Industries, 201 U.S.P.Q.

25 (N.D. Ill. 1977) were found by the court to be invalid by reason
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of anticipation or obviousness in light of the Rusch-2 patent.

Judicial Notice: Ex. C.

d. The Baer-1 Patent Is Prior Art
With Respect To The Rusch-2 Patent.

64. The Rusch-2 patent in the "Background of Invention"
section, at col. 1, lines 46-51, specifically refers to the Baer-1
patent. This reference is, in accordance with patent office proce-
dures, an admission that both the claims and the entire disclosure

of the Baer-1 are prior art with respect to Rusch-2.

Admissions: Ex. JL-3 at 1288-89 (Professor Kayton).

65 . Ralph Baer conceived and reduced to practice his
apparatus described in the Baer-1 patent before William Rusch con-
ceived of or reduced to practice his apparatus described in the
Rusch-2 patent. This was specifically conceded by Sanders' attorney
during the Baer-1 reissue proceedings. The Baer-1 patent is prior

art with respect to the Rusch-2 patent.

Admissions: Ex. JL-5 (Seligman); see also Findings of Fact 18-53.
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s Rusch=-2 Is Obvious In Light Of
The Non-Computer Prior Art.

a. Scope Of The Prior Art.

66. From the late 1960's through the present Sanders
Associates has been a major defense contractor very involved in
providing a variety of systems for the military. As part of this
work, Sanders provided displays for military use. Ralph Baer was

aware of that throughout the development period.

TT 4-27, lines 11-20 (Baer).

57 Sanders Associates did work during the 1960's on the
Saturn Five launch control system for NASA. Ralph Baer was aware of

that throughout the development period.

TT 4-27, lines 20-24 (Baer).

68. Ralph Baer was aware throughout the development
period that video simulation techniques were employed by the mili-
tary and NASA to train personnel, including training for radar,

sonar, weapons systems, and space systems.

TT 4-27, line 25 - 4-28, lines 1-9 (Baer).

//
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69. Both the Baer-1 and Rusch-2 patents were specifically
developed for military, scientific, and educational use as well as

for amusement.

TT 3-123, lines 13-18 (Baer); Etlinger Dep. (4/6/76, Bally) at 38,

39; Ex. DF (Rusch-2 patent), column 1, lines 27-28; Ex. DA (Baer-1

patent), column 1, lines 22-25, 45-48, 55-58; Ex. HD (Baer Disclo-

sure Sheet) at 1, 17; Ex. HW (August 1968 Rusch Final Report) at 1,
5.

e The United States Patent Office sorts the patent
applications it receives into subject matter groupings called "art
units". Since it is impossible to compartmentalize the breadth of

subjects which are potentially patentable, the Patent Office art
units cross-reference related classes. The classes which are con-
cerned with amusement games such as video games cross-reference
educational and training devices which include flight trainers and

simulators.

Judicial Notice: Ex. J.

4 U The scope of the art relevant to the validity of
Rusch-2 is the use of cathode ray tube displays to play games, the
use of cathode ray tube displays to simulate and train, and the

television sciences, i.e., the electronics of generating pictures

//
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composed of myriad dots for the enjoyment of viewers.

See Findings of Fact 66-70; TT 8/12 p.m. at 142, lines 3-13
(Thacker).

b. Skill In The Art.

T2 s A hypothetical person of ordinary skill in the art in
the Fall of 1968 would be a person with a college degree in elec-
trical engineering, or the practical equivalent, and at least two
years experience in electrical engineering and television electron-

ics (hereafter referred to as "a skilled person").

TT 3-30, line 22 - 3-21, line 18 (Baer); TT 8/12 p.m. at 122, line
12-123, line 8 (Higinbotham); Harrison Dep. (3/16/76, Bally) at 7,
line 39 - 11, Q. 74; 40-41, Q. 261; see Findings of Fact 18, 20, 71.

P The Relevant Claims Of The
Rusch=-2 Patent Are Obvious.

73 . A skilled person having knowledge of the Higinbotham
tennis game and the Baer-l1l or the Spiegel patent, would have found
it obvious to make a structure corresponding to that disclosed in

the relevant claims of the Rusch-2 patent.

See Findings of Fact 11-72; TT 8/12 p.m. at 122, line 5-123, line 8
(Higinbotham); TT 8/12 p.m. at 142, line 14-143, line 20; 144, line
25-145, line 6 (Thacker).

i
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T4&. The relevant claims of the Rusch-2 patent are invalid

under 35 U.S.C. 103 as obvious over Spiegel in view of Higinbotham.

See Findings of Fact 11-73. TT 8/12 p.m. at 122, line 5-123, line 8
(Higinbotham); TT 8/12 p.m. at 142, line 14-143, line 20 (Thacker).

75 The relevant claims of the Rusch-2 patent are invalid

under 35 U.S.C. 103 as obvious over Baer=1 in view of Higinbotham.

See Findings of Fact 11-73; TT 8/12 p.m. at 144, line 25-145, line 6
(Thacker). )

rd
i
//
A
/7
//
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i
//
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D. The Computer Prior Art.

a. Space War.
V-2 In 1961-1962, a computer program for the game called

"Space War" was written by Stephen Russell and Allen Kotok at the
Massachusetts Institute of Technology. Russell was employed by and
Kotok was a student at MIT at the time. A Space War program was
typically embodied in a paper tape which was read by the computer
and stored in its memory. The Space War program, similar to soft-
ware created by Activision designers, contained the instructions for

play of the game.

TT 4-49, line 21 - 4-50, line 15 (Russell); Ex. Q.

T7s Space War was played by two persons, each of whom
controlled his or her own spaceship which was shown on a cathode ray
tube display. The view on the screen was that of outer space; there
was a sun in the center and a moving star field surrounding it in
the background. The object of the game was for each player to
destroy the other's spaceship by firing torpedos, before his or her
own spaceship was destroyed. The wvisible torpedo would be launched
in the direction the spaceship was pointing. When a player piloted
a spaceship, the spaceship would move in a realistic fashion. If a

torpedo or spaceship hit the other player's spaceship, the hit

P
//
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spaceship would explode.

TT 4-52, line 8 - 4-57, line 9 (Russell); Exs. H, I.

18, Stephen Russell prepared a meodified version of the
computer program for Space War in which, at least as early as 1964,
if a spaceship or torpedo hit the edge of the screen, it would
bounce off the edge, and rebound in a realistic fashion. People who
played Space War could change selected variables in the computer
program to change the play of the game. For example, players
could choose one version where if a spaceship hit the sun, the

spaceship would stop and explode.

TT 4-59, line 9 - 4-61, line 4 (Russell); TT 8/13 a.m. at 166,
line 10 - 170, line 6 (Thacker); Stip. 2.

79 Space War received substantial publicity and achieved
substantial popularity during the 1960's. It was promoted in demon-
strations and open houses around the United States by the Digital
Equipment Corporation (DEC), the manufacturer of the computer for
which the program was written. Space War was played on college
campuses from Cambridge to Palo Alto. Space War was played at
Sanders Associates by its employees at least as early as February
1968. Space War is prior art with respect to the Baer-1 and Rusch-2

patents under 35 U.S.C. §102(b) because of this extensive public

iF
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use. Space War is prior art with respect to the Baer-1 and Rusch-2
patents under 35 U.S.C. §102(b) because it was described in a
printed publication more than one year prior to the applications for

those patents.

TT 4-62, line 15 - 4-63, line 24; 4-68, line 24 - 4-70, line 22
(Russell); Exs. H, I, HA; Green Dep. (4/26/76, CDI) at 3, 7, 13=15,
24-26,

b. The G.E./NASA Scene Generator.

80. In 1964, the National Aeronautics and Space Adminis-
tration (NASA) purchased a system from the General Electric Co.
(G.E.) which used a stored program digital computer to generate
moveable images on raster scan television screens ("the G.E./NASA
scene generator") (Ex. CF at I-1) The 1964 G.E./NASA scene genera-
tor displayed an infinite ground plane surface textured with four
patterns and a rendezvous surface. Motion was imparted by wvarying
the inputs to the computer through a hand controller like a

joystick.

Lawrence Dep. (5/23/80, Activision) at 19-21; Ex. BE (Manual for
1964 System) at II-3,15; Ex. BL (photo of ground plane); Ex. BK
(Smith personal log).

81. The 1964 G.E./NASA scene generator was used to

simulate lunar landings and orbital docking or rendezvous maneuvers.

- .
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The scene generator received commands from the pilot and caused the
pilot's instruments to indicate that he was indeed falling towards
the moon. The pilot used his hand controls so that he could see the
landing surface. The pilot would fly the space-craft down to the
lunar surface until he touched down at which point the computer

detected the coincidence.

Lawrence Dep. (5/23/84, Activision) at 68-71.

82 . In the 1964 orbital docking or rendezvous simulation,
the pilot would see the rendezvous surface, floating in space like a
piece of paper. The object of the exercise was for the pilot to
maneuver his space-craft so that it contacted the rendezvous surface
within certain speed and angle criteria at which point the computer

detected coincidence.

Lawrence Dep. (5/23/84, Activision) at 71-75.

83 The 1964 G.E./NASA scene generator is prior art with
respect to the Baer-1l and Rusch-2 patent under 35 U.S.C. §102(b)
because it was sold by G.E. to NASA more than one year before either
patent was applied for. The 1964 G.E./NASA scene generator is prior
art with respect to the Baer-1l and Rusch-2 under 35 U.S.C. §102(b)

because it was publicly demonstrated and used by one other than the

=3G=
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designer thereof (e.g., G.E.) more than one year before either

patent was applied for.

See Findings of Fact 80-82; Ex. BK (Smith personal log); see also
designated Smith Dep. excerpts.

84. In 1967, NASA purchased from General Electric further
equipment and computer programs for the G.E./NASA scene generator,
which allowed the generation of moveable three-dimensional objects
on a television screen. The 1967 G.E./NASA scene generator was used
to simulate the lunar excursion module landing on the moon, a ren=-
dezvous in outer space in which the lunar excursion module docks
with the command module, a tank game, an aircraft carrier and air-
port landings. The programs for the G.E./NASA scene generator,
similar to those written by Activision game designers, contained the

instructions for play of the simulations and the tank game.

Lawrence Dep. (5/28/84, Activision) at 77-78, 81-83; 5/24/84 at
14-17; Exs. BF, BG (Manuals for 1967 System); Ex. BI (History of
NASA-ESG [pp.l & 2 of block diagram]); Ex. BJ (article by Rougelot);
Exs. BS, BU, BV, BW, BX, BY (NASA footage); TT 8/13 a.m. at 170,
line 17 - 172, line 8 (Thacker).

85. In the docking simulation, the view on the user's
television set was of the command spaceship the user was to dock

with in outerspace. The engineer or astronaut controlling the lunar

-40=-
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excursion module used a device similar to a joystick to maneuver the
lunar module until it docked successfully with command ship. The
simulation was programmed to provide, upon docking, a transfer of
momentum from the lunar module to the command ship, although the
resulting motion was slight inasmuch as significant motion could
only result from velocities which would cause the ships to crash.
Once the ships were docked they moved together. NASA personnel
monitored the simulation in a control room. The view on their
screen was the command spaceship, the lunar module contreclled by the
user, and outerspace in the background. NASA personnel could see on
their television set when the docking maneuver was successfully

completed and the two spaceships coincided.

Ex. BO (photo); Lawrence Dep. (5/24/84, Activision) at 36-37, 46-54.

86. In the lunar landing simulation, the goal of the
exercise was to realistically simulate the landing of the lunar
excursion module (LEM) on a lunar surface dotted with craters and
mountains. In the actual moon landing the sun was behind the pilot
who used the shadow of his LEM to determine the distance to the
lunar surface. As the LEM descended, its shadow would grow larger
and move closer, until finally the landing pad of the LEM touched

the shadow. This movement of the shadow was realistically simulated

1L
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=
ACTIVISION INC.'S REVISED FINDINGS OF FACT




10

11

RICE 12
NEMET  SKI

AN ¢ 13
JOBE DN

SFALK 14

T
15
16
17
18
19
20
21
22
23
24
25

26

by the 1967 G.E./NASA scene generator.

Lawrence Dep. (5/24/84, Activision) at 55-57; Ex. BP (photo of
ground plane); Exs. BR, BZ (NASA footage).

87. The lunar excursion module pilot's view during a
lunar landing simulation included the lunar landscape with craters
and mountains, a shadow which followed the LEM's movement, and the
LEM's footpad whose contact with the shadow signalled a successful
landing. The computer in charge of the simulation detected when a
successful landing had been made and stopped the movement on the

screen.

Lawrence Dep. (5/24/84, Activision) at 57-64.

88. In the tank game, the view on the television set was
a battlefield seen from the perspective of an airplane. The
player-controlled airplane fired bullets at a moving tank. The NASA
computer controlled movement of the tank. The object of the gane
was for the bullets to hit the moving tanks on the screen. In the
tank game, coincidence was ascertained between the bullets and the
tank. Upon coincidence, depending upon the number of bullets that

hit the tank, the tank would change shape and the "explosion" would

L
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grow in size in proportion to the size of the hits.

Lawrence Dep. (5/24/84, Activision) at 23-76; Exs. BM, BN (photos);
Exs. BR, BT (NASA footage).

89. In the aircraft carrier landing simulation, the view
on the screen was an aircraft carrier from the perspective of a
pilot in an airplane. The pilot controlling the airplane, using a
device similar to a joystick, landed the airplane on the deck of the
carrier. The simulator detected coincidence between the airplane
and the aircraft carrier and stopped the airplane's movement. In
the airport landing simulation, the view on the screen was an air-
port from the perspective of a pilot in an airplane. The pilot
controlling the airplane, using a device similar to a joystick,
landed the airplane on the runway. The simulator detected coinci-

dence between the airplane and the ground and stopped the airplane.

Lawrence Dep. (5/24/84, Activision) at 19-23; Smith Dep. (5/29/84,
Activision) at 48-51; Ex. BR (NASA footage).

Q0. The 1967 G.E./NASA scene generator is prior art with
respect to the Rusch-2 patent under 35 U.S.C. 102(b) because it was
described in a printed publication more than one year before Rusch's

patent application was filed. The 1967 G.E./NASA scene generator is

==
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prior art with respect to the Rusch-2 patent under 35 U.S.C. 102(b)
because it was publicly demonstrated, and thus publicly known, more
than one year before Rusch filed his patent application. The 1967
G.E./NASA scene generator is prior art with respect to the Rusch-2
patent under 35 U.S.C. §102(b) because it was sold by G.E. to NASA
and used by NASA more than one year before the Rusch-2 patent was

applied for.

Ex. BH (1967 article from Electronic Engineer); Ex. BQ (photo and
advertising material); Ex. BK (Smith personal log); see Findings of
Fact 84-89. :

. Michigan Pool Game.

9. In 1954 a computer program was written at the Univer-
sity of Michigan which allowed a game of pool to be played on a
cathode ray tube display ("Michigan pool game"). The program,
similar to computer software created by Activision designers, con-
tained instructions for the play of the game. The program was
stored in a digital computer, called the MIDSAC computer. The
Michigan pool game was an interactive game playecd by two persons.
The view on the display screen was that of a pool table, seen from
the top down: there was a circular figure representing a cue ball at
one end of the display, and 15 "balls" in a triangular "rack" at the
other. When any ball hit a "pocket," the ball disappeared. When

the cue ball hit an object ball, a transfer of momentum would occur

-44-
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and the balls would move in a direction and with a speed dictated by
the laws of physics. When any ball hit the side of the pool table,
the ball would bounce off in a realistic fashion. In Michigan pool,
distinct motion was imparted by a hitting spot or player-controlled
spot (cue ball) to the hit spot or computer-controlled spot (other

balls).

Brown Dep. (6/25/76, CDI) at 12-13, 42, 46-55, 79-83; Ex. C; TT 8/13

a.m. at 157, line 15 - 160, line 18 (Thacker).

92 The Michigan paol game is prior art with respect to
the Baer-1 and Rusch-2 patents under 35 U.S.C. §102(b) because it
was described in a publication printed in October, 1954 in this
country and because the Michigan pool game was publicly demonstrated
more than one year before either the Baer-1l or Rusch-2 patents were

applied for.

Exs. A, B; Brown Dep. (6/25/76, CDI) at 36-39, 93-102.

d. Drumheller Pool Game.

3. In early 1966 John Drumheller wrote a computer pro-
gram for a pool game to be played on a cathode ray tube display
("Drumheller pool game"). The Drumheller pool game was similar in

appearance to the Michigan pool game. In Drumheller's version, the
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player controlled the cue stick, and the motion imparted to the cue
ball, when hit by the cue stick, was proportional to the velocity
with which the cue stick was moved. When the cue ball hit an object
ball, a computer determined velocity, dictated by the law of phys-
ics, would be imparted to the computer-controlled object ball.

Balls bounced off the side of the pool table in a realistic fashion.
In 1967 Patrick Mullarky and Drumheller collaborated to produce a
similar pool game for demonstration at the Spring 1967 Joint

Computer Conference.

Drumheller Dep. (5/31/84, Activision) at 15-21, 23-25; Mullarky Dep.
(5/27/76, CDI) at 6=-11; Ex. CB (pool source listing); TT 8/13 a.m.
at 160, line 19 - 161, line 24 (Thacker).

94. In San Francisco, California at the Fall 1966 Joint
Computer Conference sponsored by the American Federation of Informa-
tion Processing Societies and the Association of Computing
Machineries, the Drumheller pool game was publicly demonstratgd and
played. ("Drumheller pool game"). Because of this public use the

Drumheller pool game' is prior art with respect to the'507 patent.

Drumheller Dep. (5/31/84, Activision) at 33-37.

e. RCA Pool Game.

95. In the mid-1960's employees at RCA's David Sarnoff

Y
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Research Center wrote a computer program for a game of pool ("RCA
pool"). The program, similar to computer software written by Acti-
vision designers, contained instructions which implemented the game
to be played. The cue ball was made from a myriad of small dots
which formed a circle. When the player touched a light pen to any
one of the dots, the cue ball would move as if struck by a cue stick
at that point. When the cue ball hit any of the numbered object
balls, the cue ball's velocity would be transferred to the hit ball
in accordance with the laws of physics. Balls bounced off the sides
of the table in a realistic fashion and when a ball entered a pocket

it disappeared.

TT 8/13 a.m. at 162, line 16-163 line 20 (Thacker); Lechner Dep.
(10/28/76, CDI) at 66, 67; Cooke Dep. (10/27/76, CDI) at 39-41.

96. From September 28 through October 1, 1967, RCA held
an open house for the 25th anniversary of the David Sarnoff Research
Center in Princeton, New Jersey. The RCA pool game was demonstrated
to and played by visitors at the open house. Because of this public

use, the RCA pool game is prior art with respect to the '507 patent.

Teger Dep. (10/27/76, CDI) at 145-185, 190-194; Exs. CG, CH, CI, CK,
CL; TT 8/13 a.m. at 162, line 16 - 164, line 24 (Thacker).

£
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E. Rusch-2 Is Obvious In Light 0Of The
Computer Prior Art.

a. Scope Of The Prior Art:
Computer Related.

97 To the extent plaintiffs seek by this suit to expand
the scope of the Rusch-2 patent to include computer generated graph-
ics, such as those generated by the combination of the Atari Video
Computer System and Activision software, the art relevant to the
validity of the Rusch-2 patent further includes, in addition to that
set out in previous findings, the use of computers and computer
programs to generate dots or other symbols or graphics on the screen

of cathode ray tube displays.

TT 8/12 p.m. at 142, lines 3-13 (Thacker).

b. Skill In The Art: Computer Related.

98. A hypothetical person of ordinary skill in the art in
the Fall of 1968 would be a person possessed of the skills of a
"skilled person," as previously defined, and--to the extent plain-
tifrs seek by this suit to expand the scope of the Rusch-2 patent to
include computer gen=rated graphics--experienced at computer pro-

gramming and computer graphics (hereinafter "a skilled computer

person").

TT 4-44, line 23 - 4-47, line 1 (Russell); TT 8/12 p.m. at 84, line
7-86, line 26 (Nielsen); see also deposition excerpts of Smith,
Lawrence, Teger, Lechner, Cooke, Brown and Drumheller.

iR
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C. The Relevant Claims Of The
Rusch-2 Patent Are Obvious.

99. A skilled computer person having knowledge of the
Baer-1 or the Spiegel patent and Space War, the G.E./NASA scene
generator, and/or Michigan pool, Drumheller pool, or RCA pool would
have found it obvious to make a computer-based structure correspond-

ing to that disclosed in the relevant claims of the Rusch-2 patent.

TT 8/13 a.m. at 173, lines 14-26 (Thacker); see also Findings of
Fact 76-98.

100. To the extent that the relevant claims of Rusch-2
were to be read to reach the Atari/Activision combination, those
claims are invalid under 35 U.S.C. 103 as obvious over Baer-1 in
view of G.E./NASA, Michigan pool, RCA pool, Space War, and/or

Drumheller pool.

TT 8/13 a.m. at 173, lines 14-26 (Thacker); see also Findings of
Fact 76=-99.

101. To the extent that the relevant claims of Rusch=-2
were to be read to reach the Atari/Activision combination, those
claims are invalid under 35 U.S.C. 103 as obvious over Spiegel in

view of G.E./NASA, Michigan pool, RCA pool, Space War, and/or

LY

-49-
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Drumheller pool.

TT 8/13 a.m. at 173,
Fact 76-99.
I
//
//
£
//
//
14
//
/!
//
4
//
//
//
//
//
4
//
//
//
//
i

lines 14-26 (Thacker); see also Findings of
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F. The Secondary Considerations Do Not
Render The Rusch-2 Nonobvious.

A No Commercial Success=-=-0Odyssey;
No Nexus Of Rusch-2 To Odyssey.

102. For the four years between January, 1968 and January,
1972 Sanders tried without success to sell or license the circuits

described in the Baer-1, Rusch-=2 and BRH-3 patents.

Ex. CQ (list of companies solicited).

103 . In 1972, Magnavox manufactured and sold a game mar-
keted in the United States under the trademark "Odyssey." This
game, the Model ITL200 "Odyssey," was a battery-operated unit which
generated signals, producing images on a television screen. Because
the Odyssey game unit had very limited capacity to play different
games, the game unit came with transparent plastic overlays with
different backgrounds printed on each, which the user would tape to
the face of the television screen depending upon which game was to

be played.

Exs. HX, HY.

104. The circuitry Rusch developed for playing video games
has never been used in any commercial product. Rusch's sawtooth

wave/diode slicer circuitry was not used in the ITL200. Ralph Baer

w814
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didn't like Rusch's circuitry and abandoned it in favor of his
digital approach, embodied in the Baer-1 and BRH-3 patents. The
Rusch-2 circuitry was unstable with respect to time, temperature and
voltage, and was deemed by Baer to be too expensive to be used in a

commercial product.

TT 4-19 lines 8-10 (Baer); Ex. JL-1 (Anderson's Opening Statement,
CDI); Plaintiffs' Pre-Trial Memorandum at 5 (Rusch's circuits "had
little commercial impact in the industry").

105. Rusch did not participate in any demonstration of
Sanders' video game work; he was present but "wasn't very helpful"
at the earliest such demonstration. By March 1, 1968, Rusch was no
longer working on Sanders' video game development effort, and has
been entirely out of the picture since then. Rusch is still
employed by Sanders as an engineer, although he was not called to

testify at trial by Magnavox.

TT 3=141, lines 19-25; 3-142, lines 9-20; 3-144, lines 9-22.

106. The first Magnavox Odyssey producgd, the ITL200, was
licensed by Sanders under the BRH-3 patent, as well as others. The
schematics Sanders supplied Magnavox in support of their patent
license agreement included player and ball symbol generators, pri-

mary and secondary flip-flops, wall generators and other associated

-52=-
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circuitry. These schematics were identical to those of the BRH-3

patent.
Ex. CP (Magnavox license support schematics); Ex. DK (BRH-3 patent);

Plaintiffs' Ex. 30 (service manual, ITL200); TT 4-15, 4-16 (Baer).

107 The various circuits and functions of the Odyssey

ITL200 are disclosed in the BRH-3 patent, not the Rusch-2 patent.

TT 4-15, line 7 - 4-16, line 25 (Baer).

b. No Commercial Success--Odyssey Sales.

108. The sales of the Odyssey game (ITL200) started very
slowly, and were slower than Magnavox anticipated. There was a
great deal of difficulty in selling the games. Consumers did not
understand them, or how they worked. The game was somewhat clumsy
and was destined to commercial failure; the motion was erratic and

difficult to control. The game used archaic techniques.

TT 6-111, line 15 = 6-112, line 19 (Briody); TT 7-65, line 22-25;
7-68, line 2-7 (Bushnell); TT 8/14 a.m. at 339, lines 5=-10 (Crane).

£
/7
//
£
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-109. Many consumers did not like the overlays that came
with the Odyssey and, since television screen size varied, they were

impractical.

TT 6-114, line 6 - 6-115, line 3 (Briody); TT 7-68, line 2=7
(Bushnell); Fritsche counterdesignation at 537, 538.

110. In 1980, the Odyssey 2 microprocessor based game was
a weak third in the marketplace behind the Atari 2600 and Mattel

Intellivision, both in terms of capability and performance. -

TT 7-11, lines 1-4 (Levy).

- is b I In a self-described effort in late 1978 to "have the
best total game system and make a lot of money," Magnavox instructed
its employee R.W. Staup to "have our list of games to be developed
include those games which we can 'steal' from other manufacturers."
Staup and G.A. Michaelson (the author of the memorandum to Staup)
would then jointly review all Atari games and all other games and
cartridges, and then "select those we think are the best and get

someone to design a Magnavox version."

Ex. IC.

//

=Shw
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1312, In 1982, the Seventh Circuit reversed Judge
Leighton's denial of a preliminary injunction against Magnavox and
directed the district court to enter a preliminary injunction
against Magnavox' continued copyright infringement of Atari's rights
in the video game "PAC-MAN." At issue was Magnavox' video game for

the Odyssey 2 called "K.C. Munchkin."

See Atari Inc. v. North American Phillips Consumer Electronics
Corp., 672 F.2d 607 (7th Cir. 1982).

113 No competent téstimony was offered by Magnavox to
establish that Magnavox ever made any money from the sales of its
Odyssey ITL200 video game. Magnavox' sole witness on the subject of
sales did not know how much Magnavox invested in tooling up for the
production of Odyssey or Magnavox' total costs of manufacturing
during the relevant years of 1972-1975, or Magnavox' costs of dis-
tribution, or Magnavox' cost for repair or maintenance of refur-

bished items, or Magnavox' profitability or lack thereof.

TT 6-115, line 4 - 6-116, line 7 (Brioedy).

C No Commercial Success--Licensing
(Atari Pong).

114. While at the University of Utah Bushnell saw the game

-55=
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"Space War" being played at the computer lab. Space War had a
"orofound" influence on Bushnell's career. He believed that if he
could make Space War cost effective it would obsolete the other coin

operated games he managed at the amusement part.

TT 7=-58 - 7-59, line 7 (Bushnell).

115. In 1969 and 1970 Bushnell worked on and developed an
arcade game called "Computer Space." At this time Bushnell and his
associates developed long lists of games that could be made with the
basic technology used for "Computer Space"; he planned a "fundamen-
tal revolution" playing amusement games on the video screen.
Included on the games list were sports games such as tennis, soccer,
hockey, and baseball. He planned to make games for both the arcade

and consumer home markets.

TT 7-60, line 1 - 7-63, line 13 (Bushnell).

ll6. Bushnell saw the Magnavox Odyssey game at a demon-
stration in a hotel in May, 1972. By that time, Bushnell's Computer
Space game was already on the market, and various other games were
in the planning stages. Bushnell believed the Odyssey game was an
inferior product and would never be a commercial success. The only

effect on Bushnell of seeing the Odyssey game was to reorder his

-56=
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priorities. Instead of choosing a baseball game or a driving game
as his second game, as he would probably have done, Bushnell chose

instead to use a tennis game as his second commercial product.

TT 7-65, line 6 - 7-68, line 16 (Bushnell).

;T i The Atari "Pong" tennis game was developed by
Bushnell with his assistant Alan Alcorn. In developing "Pong" for
the Arcade, Bushnell had no use for and did not refer to the Baer-1
or Rusch-2 patents; he used a different technology appropriate for
the arcade. The commercial success of arcade Pong is due entirely
to the development, implementation, and marketing efforts of Bush-
nell and Atari and cannot be cited as the requisite nexus between

the analogue circuitry of Rusch-2 and commercial success.

TT 7-69, line 12 - 7=71, line 8; 7-78, line 18 - 7-79, line 3
(Bushnell).

118. Nolan Bushnell, for Atari, settled litigation against
Magnavox and took a license under the Baer-1l, Rusch-2, and BRH-3
because the price of litigation would be at least as much as the
cost of the license (about half a million dollars). Further,
Bushnell believed that as an early, cheap licensee he would gain a

substantial advantage over competitors from whom Magnavox, utilizing

-
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an Atari license, could exact a premium. At no time in the past or
to this day did Bushnell or Atari believe that they infringed the
Baer-1l or Rusch=-2 or that they were valid. Bushnell's and Atari's
decision to settle litigation for a license-is no evidence of com-

mercial success.

TT 7=75, line 8 = 7=79, line 3 (Bushnell).

139. As part of the Atari settlement with Magnavox, Atari
was to turn over information about certain technology to Magnavox;
this technology did not include the microprocessor based technology
of the Atari Video Computer System 2600. After the settlement,
Magnavox sought without success to obtain from Atari the micropro-
cessor based technology of the Atari 2600 Video Computer System.
The technology portion of the Atari settlement was of little, if

any, significance.

TT 7=-78; line 2-17; 7=-90; line 2-18 (Bushnell).

d. No Commercial Success--Licensing:
Other Licensees.

120. Coleco and Bally settled litigation for licensees at
about the same time as Atari settled and the amounts paid for

licensees by Coleco and Bally were similar to that paid by Atari.

5B
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Revenues obtained from these and other Magnavox settlements and
licensees were from both foreign and U.S. sales which were not
disaggregated in the presentation of evidence. These settlements,
as well as subseguent settlements and licenses, were subject to the
same commercial considerations as detailed in regard to Atari, and
cannot be accepted as proof of commercial success in the absence of
more specific proof by plaintiffs that the settlements represent
willing acceptance®and recognition of the Rusch-2 patent or any

other Sanders patent.

DM (Coleco license); DN (Atari license); TT 7-75, line 8 - 7-79,
line 3 (Bushnell); Stip. 27.

121, Magnavox has never before asserted either the Baer-1

or the Rusch-2 patents against software-only manufacturers.

TT 6-124, lines 1-5, 21-25; 6-125, line 21; 6-126, line 22 (Briody).

122 There are 25-30 companies who at one time produced
software for the Atari 2600 VCS; today there are approximately 150

producers of computer and game software.

TT 7-24, lines 10-19 (Levy).

£/
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1283. No software=-only manufacturer of video game programs
has purchased a license from Magnavox under the Rusch-2 patent, nor
has Magnavox requested or demanded that any such manufacturer obtain
a license. Unlicensed program manufacturers include Imagic, Parker
Brothers, Broderbund, Synapse, Epyx, Sierra, Electronic Arts,
Spinnaker, and CBS. Demonstrated in Court was a Parker Brothers
"Reactor" game for the Atari 2600; the game object was to use a
plaza-controlled "hitting spot" to hit machine-controlled "hit
spots" and thereby reverse the hit spot motion in exactly the fash-
ion seen in Odyssey Tennis. Also unlicensed are most manufacturers
of home computers which play video games, including IBM, Apple, and

Commodore.

TT 6-126, lines 5-22 (Briody); Ex. JV (Parker Brothers' Reactor game
cartridge); Mayer Dep. (5/9/84, Activision) at 59, 66, 175.

124. Milton Bradley took a license from Magnavox effective
January 1, 1983 which obligated Milton Bradley to make an initial
non-refundable payment of $100,000.00, and a running royalty on
products sold after the license date. Milton Bradley never made any
subsequent royalty payment. Milton Bradley made both hardware and

software itself and through a system acquired from GCE. They are

//
i
//

-
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not a software-only manufacturer.

Plaintiffs' Ex. 260 (MB license); Exs. EV, FL (Lehrberg); TT 8/13
p.m. at 260, line 28 = 262, line 22; 292, line 16-25 (Lopez); Stip.
27.

e. No Evidence That Any Licensing
Commercial Success Is Due To Rusch-2.

125. Early in the prosecution of the forerunner to the
Baer-1 patent, Magnavox informed the Patent Office that Baer "has
'discovered' a new and novel use for a standard television receiver,
whereby the general public may employ the television receivers in
their homes for other than viewing telecast material. This novel
discovery is that the standard television receiver used in the home
can be further employed for the playing of games and other similar

activities.™

Ex. DC (Seligman).

126. Ralph Baer, in his signed affidavit filad in connec-
tion with the Canadian patent office proceedings on the validity of
the Canadian counterpart to the Baer-1l patent, took credit for
creating the videogame industry, attributing nothing to Rusch or the
Rusch-2 patent. Baer stated, in part, "It is therefore clear to me

that my invention and the success in licensing to Magnavox created a

b
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new industry where there was none before. Since producing the first
model Odyssey, Magnavox has continued [to] develop and product Video
Games based on my original and further inventions. In addition to
manufacturing, Magnavox has continued to license other manufacturers
and has collected well over ten million dollars in royalties to
date." Baer continued in support of his Baer-l1l patent: "Magnavox
has also granted sublicenses to in excess of thirty companies,
including Atari, Inc., Coleco Industries, Inc., and Tandy Corpo-
ration for the manufacture of television game components." Baer
concluded: "All of these companies are using my invention as
described and claimed in patent application [Canadian counterpart to
Baer-1l]. My contribution has been recognized by many professional

groups over the past ten years."

Admission: Ex. JL-4 (Baer Canadian affidavit - May 5, 1982).

127 . In communications to the U.S. Patent Office, again in
an effort to defend the validity of the Baer-1 patent, Magnavox
again urged the commercial success of Baer-1l and affirmed that the
Mayer affidavit "states the facts intended to be shown thereby
namely that [the Baer-1] patent has been sublicensed by Magnavox to
more than thirty companies. This fact is evidence of commercial
success." Sales in the "period subsequent to Baer" were "further
evidence of commercial success." The U.S. Patent Office Primary

Examiner declined to give weight to the Mayer affidavit and other

-f2=
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Magnavox submissions precisely because no distinction was made

between the various Sanders patents in ascribing "success."
Ex. DS at 40; Ex. ID (Mayer affidavit); Ex..DY (Examiner's Statement

from File Wrapper).

£, The Rusch=2 Patent Met
No Long-Felt Need.

128. The Rusch-2 patent met no long-felt need. There was
no need to develop an analog spot generator to replace Baer's
digital embodiment, as evidenced by Baer's abandonment of Rusch's
analog approach. Groups of people had not been laboring in an
attempt to develop improvements to Baer's device; only Rusch under-
took this task. Even with a fully operational prototype, albeit of
the BRH-3 patent, it took Sanders four years to develop an interest

in their wvideo game.

TT 4-19, lines 8-10 (Baer); Ex. JL-1 (Anderson's Opening Statement,
CDI); Plf's Resp. to Def's First Set (#71).

/7
7
£l
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B3
ACTIVISION INC.'S REVISED FINDINGS OF FACT




TR W AR P N, E- W AR ] t...-...lfﬂh.

1 ST = S A= _. N I =l T - A 1 ey e g
d - — B = L L 'y . B
o = K u 2 S iy e A g i
s i i B A e ML By i, Al T el iy o Py i W g o -
4t . 2 E . il e g = T - -
ey o 2 e b e " g i gt e, ol il — - o=
..... = 1 = .

L " T Ay A T S e a ._.ﬂ.q.\- b A e o'
Py iy Wi ¥ ffl..ll-l...ll_ll i
=S # R *

PR &w«pg:,-»&rﬁﬁb&m@?hi,

. ﬂﬂl_ﬂu.n.r = ..er HEAT PR e RIS TR e R Ej_'...ﬁe.ﬂ o P

R R ﬂ.ﬂ:.ﬂ....,ﬁ Cane BN Hw....r. H;:U.H R
; i ..ft.!fln . -....f..ﬂ!..wt.n
_ ﬂ_...ﬁm......iﬂ:ﬁ#ln@l._ni : _
) .. 1D S5 W M W r..!rHF

s ¥, .|.-.L u

*.Lh}lr.lu.u-lllr']ﬂl ﬂ._.t.‘

i _a.-. ._..u.__.u.__uW_...qu * . L I el e el T o] RS ._...”Fﬁ-.. L, ;
_._Je.h.q..ﬂ..‘.!imﬂw._mr-#--Hrnuﬂ e u,h_.rh, ST ... AP A r R N .ulﬁ.r..m....ﬁ_..fﬁwrmﬂlﬂfumﬁwﬁlﬁf uﬁhﬂ&ﬁm

- — |..|I|4|.-|.F R = - A ¥ ™~ ik o i . : e W i i, iy et phnd vl.T..|1||.| |.1l._|| |w|.|._. =

5 R ..--hu.|h_._._ I.-Hﬂ.niu.kn...ﬂ.ﬂl.u

- |-|1 S — ¥

- .
- e

R ._...Tr-
..,.!:.w.. e

e

, Tl l-l.? - p I - . N . I
a l...u,.. B R A A S A i
, -»..l- urﬂf ﬂ.ﬂmﬁ uJ:hm.Wpuﬂn .,ﬂﬂ# B HHTW_ ...H?Eldu._ﬁin.ﬂ ._i.ﬂlm..l

o ..1“ w.w..“

ST e Hw.ﬂ».zd:ﬂ.ﬂ.._i .;quiEJ:jﬁﬂiHHWEﬁ_Hirwi@?.
d . ! K .. r L ol b A S gy e e = e g T o S gt o, kol gl [

I.r|1 -

f}«.‘{ ..T...I.& gﬁl‘-. ERLES ..T HL-H’)A h.i.,.r}l._sm.._hl...fiﬂu-h»lll_“-. hﬂ-—llul.\..f .*1IJF,‘.“JJA-.¥M}."J.- ..l._iJL.-iI!I.m I-. Ir.rlvu.r')
i e S Iﬁa&.ﬁ TR R w{_aq?tt:ra&?i?!iii:a}f}?h ,..s

e R s oS O e AT
Pm.a.f....a...“.ﬂf.n..mq SO RS .__,l.r:. b r.i.....uam.nlim_.ﬂulﬂu.-;._.u& i.u,.lu...-.,.k.w_l B s_ﬂ.r.ﬂnrl.. ?. L ATl AR IS SN
ot ,....“-“ ey 3 o Sy ...4||A.. .,.,”m .” i .
T S e S e jrﬂ, e

e S _— SRR Y il = | =N i i 1 o A =T A.,..r,nlq. LS 1 1 .:...l.
..rvﬂl‘n.i.rt(- .vl..-.. »- ll-.lAuT-1||| e I ..-Ivlrlur..lrlll ST |1-lt — v g flt!.-lfl f ﬁ-vhlv.. A s .
o S T _
uf..{..*n-.-pv..__ le_i.. sihl_l
—_ =




.F.\l\Jl..fI-A.....lI [ -.-I. iy il £ -

hmm.%mﬁ.

o . g ik i . N N . L o o - N - -
- ==t .. RGP | SME e P S g AL-F........- i ey e o = iy i .r o - i -. ] ...1-".... H |1.|| b .-._l. ?TLr L- li - n.ﬁ..“ﬁ@l
A )
S ._.}nri..,w. - a&...k;.fa.i.nhf_m.?i rm,....h.u‘..l..f .fwﬂ;i%?b:?quirﬂi.fklal .,.. ...d.:..rq f&f}%ﬂiﬁA:iﬁ
.-_ = L ¢ r. gLk ¥ ey .._ .. SRR S R T A | R B i - h ) ..
) £ - . 3 . . & R m
= A e Sy CehA P e e AR AT e A R BT e O e B «.........h..k....u‘.... L SRR IS S R g =t uifu.ﬁabwh.nﬁuﬁ
PR - - ..LI. .....I..-.L i p ..I. B =) .-...- L.. Ny i I. - & n r...l . ... = .r N e -Ir“
J E g
B T T S S B e e e L e = e - e |11..n Bl T T L I I R R S PR S .|l.11- e el I |l||..l-.||1rl'._
W -
ol 1 -
B o
- .
-
o el % - L e —— b ~ - L& .|..|4u
] Kl ] . by |.
T
— - I - * - .lw ﬂ - e TVM.IE&.
g i
x }
[} r - - [ “
- wt L -
) f e
o
. . e et y v v} ) T . ] s . R . | S - el
e = g ERL E q.»r.. __.A_r.l._..h._._,.lnulu s LT Tt -...e.....m... L n.u”_m. - g E = PR o .....t-.......x.. ...I_.;..t...n...! .unn...rr ;.l.n. u........;..w....... .-._ l.; rL. ._n.-mu.-. ﬂir
1k - - l-‘.-.
> " ..- ] ) . - . = - : .-‘ - g
T} e ..{-..?..F_._ kA N =1a B L I T T L e e Bl G SRl Ty II.-};.an—v.-lr e Sl A s e

Ty w—y Y

N y - L i R . . -
e B . . i = [ ¥ = r - - - - g i =
S aTE T <l *TL . .I. ¥ . . i I T i P —E -
ok .... = [ - -.-._. P 4 -

‘li
-:

e . B ...I....".....ﬂ..... .. ...._3_..- ....._ ﬂ..
n{ﬁu».,«mﬁdj @ﬂ%ﬂ%ﬁﬁﬁfﬁﬂ# ﬁﬂ%ﬁwhﬁﬁﬁi ,.naﬁﬂgﬁﬁwwa*a%x.ﬁﬂﬁ hiﬂ.ﬂﬁﬁ?ﬁﬂ.ﬁ{hﬂ

[ .

1 d . . = 4—.....-.'4_ ....r.. - L |.||v_|-l .. l v .....lal. % -}.. P — Ml.l.lﬂ-..w - e |1.2|.|...-.. ._I»a H

T E‘k 4 . ok HLHNT-D F: “m _ . m
i._..r._..,mu-..lu-rqa.r_.._ ﬂ..-»._..a fx.u..._ ,..1 u__n._u...i.. hm..ww._..ﬁ.. ...__. iﬁ.ﬁm.u.nhu.ut}q:._{q..ih.u“.ﬂ;; _|... n..ﬂ L

%&{ﬂmﬂwﬂuﬁ[ BRI Aot Sy N ¥ . Y S

e -




1OWARD
RICE
NFMEF &K
AN S
JBE DN
& FALK

A  afessonal Corporation

10

11

13

14

15

16

17

18

19

20

21

22

23

24

25

26

III.
NO INFRINGEMENT.

A. The Claims Defined.

129 The Rusch-2 patent is an improvement patent expressed
in the elements of the relevant claims in means plus function
language, e.g. "means for generating a hit symbol." The Rusch-2
patent relevant claims are therefore defined by the claim language
together with the éircuitry disclosed in the specification and its
equivalents. The scope of equivalents is narrower than that

accorded to a pioneer patent.

Exs. JL-4 and CJ.

130. In the case of generating a hitting symbol, the only
means the Rusch=-2 patent discloses is the combination of a sawtooth
wave generator pulses and a diode slicer which varies a voltage
level. Likewise, the only means disclosed by Rusch for generating a
hit, or ball symbol, is the combination of externally generated ball
horizontal and vertical control voltages and a capacitor delay
network. Rusch's means for detecting coincidence is the same as
that developed by Ralph Baer and otherwise well known in the art,
namely, an AND gate. The sole means Rusch discloses for imparting a
distinct motion is the use of a flip-flop (a generic circuit which

Rusch did not even include in the patent drawings) which provided

&4
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the horizontal and vertical control voltages to the ball generator.

TT 5-24,
/’/
//
//
&
//
Lf
/7
//
/7
//
#f
i
//
//
/!
/!
i
4
/!
Fi4
/7
//
o4

line 7 - 5-39, line 3 (Ribbens).
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B. The Differences Between Rusch=2
and Atari 2600/Activision.

131 There is no sawtooth wave generator or diode slicer

in the Atari 2600 used with an accused Activision cartridge.

TT 6-63, line 25 - 6-65, line 9 (Ribbens).

132 . The Atari 2600 does not generate or use a digital or

analogue sawtooth wave form.

TT 6-64, line 21 - 6-65, line 9 (Ribbens).

133 A hard-wired electronic device is a device whose
function is determined at the time it is built, so that the function
cannot be changed except by reconfiguring the wiring of the device.
The devices described by the Baer=1, Rusch=2 and BRH=-3 patents were

hard wired. A read only memory is not a "hard-wired" device.

TT 7-121, lines 9-19; TT 8/13 p.m. at 235 line 27-236, line 9
(Thacker).

134. The Rusch-2 patent does not describe or disclose the

use of video game cartridges such as those made, designed and sold

-66=
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by Activision and there is nothing in any of the language of the
patent or the patent specifications to indicate that use of inter-
changeable software was contemplated to be a part of the Rusch-2

patent.

TT 6-24, lines 10-22 (Ribbens).

135 Activision designs and manufactures video game
cartridges to be played on the user's television set in connection
with a master console and a hand-held control known as a "joystick."
A video game cartridge is a small plastic box, the size of a tape
cassette, which contains a computer program encoded in a "read only
memory" (ROM) semiconductor, and placed on a very small printed
circuit board. Activision does not manufacture master consoles or

joysticks.

Exs. GT, IE.

136. The only "background" supplied in connection with the
early Odyssey games were transparent plastic overlags which the

player would tape to the television screen.

Plaintiffs' Exhibits 28, 31 and 32 (Manuals for early Odyssey).

//
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137. Activision game cartridges are computer software.
The cartridge itself does not generate dots, detect coincidence, or
provide a means for imparting a distinct motion. Each Activision
cartridge, depending upon the theme of the particular video game,
contains a computer program which instructs the microprocessor in
the master console to perform certain functions. Each Activision
game cartridge is programmed to instruct the microprocessor in the
master console to generate colorful and realistic backgrounds and

sound effects.

TT 6-9, line 17 - 6-10, line 3 (Ribkens).

138. The three main components of stored program digital
computers are a memory, a central processing unit and an input-

output system.

TT 7-118, line 21 - 7-120, line 2 (Thacker).

139. The Atari 2600 Video Computer System is a stored
program digital computer which is capable, among other things, of
generating and displaying games on a TV set. A program cartridge
(ROM chip) supplies instructions to the microprocessor, which per-
forms calculations on a line-by-line basis using its memory to hold

the results of its calculations. The player inputs information to
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the Atari 2600 by using the joysticks, which are read by the
input/output chip, which sends a coded message to the central pro-
cessing unit. The (microprocessor) central processing unit then
sends coded messages to the "TIA chip" to display display certain
images on the TV. Motion is reversed by instructing the micropro-
cessor to increment a register; no flip-flop or voltage reversal
occurs. Momentum is imparted by a series of program instructions;
no resistor/capacitor differentiator/integrator is used, as in the

Rusch=2 circuitry.

TT 8/12 a.m. at 8, line 24 - 23, line 10; 41, line 11 - 22, line 1
(Thacker); TT 8/12 p.m. at 86, line 10 - 87, line 9 (Nielsen).

140. The Atari 2600 stored program digital computer is
capable, with the appropriate program, of playing chess or bridge
against a human player, or of simulating the flight of a space
shuttle. The Rusch-2 patent technology is not capable of playing a
game against a human player or of performing the complex tasks

necessary to play chess or bridge.

Exs. JT, HZ.

141. The ROM chips containing the accused Activision

software were manufactured in an extremely complex industrial

G-
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process of chemical, electrical and photographic means. A ROM chip
is composed almost entirely of transistor elements. A ROM chip is
largely a generic part, with the changes in transistor location
(presence or absence) made to produce the distinctive aspects of
each game. The presence or absence of transistors is determined by

one of the photographic steps in the manufacture of the ROM chip.

TT 7=-125, line 21 - 7-128, line 12; 7-131, line 13 - 7-133, line 16
(Thacker); Ex. GW (ROM Chip photograph).

142. During the operation of the Atari 2600 Video Computer
System playing an accused Activision program, the central processing
unit (microprocessor) recomputes what the entire frame should look
like 60 times per second. The microprocessor issues as "write"
operation to the TIA chip to display each line. The write operation

is a series of Os and is known as a single binary byte.

TT 7-148, line 1 - 7-149, line 21 (Thacker).

143. An Atari 2600 Video Computer System can be programmed
by the end user by employing a BASIC (computer language) cartridge
and a simple hand-held push=-button keyboard which is inserted in

place of the joysticks. The Rusch-2 patent technology is not

s

o
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programmable.

TT 8/14 a.m. at 342, line 9 - 343, line 21 (Crane); Ex. JS
(Keyboard Controller).

144. The technology disclosed in the Rusch-2 patent speci-
fications is a set of discrete analogue hard-wired circuits. The
Atari 2600 stored program digital computer calculates positions by
use of a microprocessor. The Rusch-2 technology cannot perform any
computations. The Atari 2600 utilizes a read only memory (ROM) chip
to instruct the microprocessor as to the nature of the game to be
played. The Rusch-2 technology has no memory device. The Atari
2600 also uses a random access memory contained in the central
processing unit (CPU) to store computations and positions. The
Rusch=-2 technology has no equivalent memory. The Atari 2600 uses a
central processing unit (the microprocessor). The Rusch-2 techno-
logy uses no CPU or microprocessor. The Atari 2600 utilizes
external contacts to receive ROM chips (e.g., Activision car-
tridges), but the Rusch-2 has no external contacts, but is self-
contained. The Atari 2600 can display an infinite variety of video
games on interchangeable ROM chips with complex figures, back-
grounds, action and scoring. The Rusch-2 technology cannot display
backgrounds or complex figures, or keep score. The Rusch-2 is not a

programmable device and cannot display a great variety of video

I
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games.

TT 7-153, line 3 - 7-155, line 11 (Thacker); TT 8/12 a.m. at 8, line
24 - 23, line 10; 28, line 20 - 42, line 1 (Thacker).

145. The function of the microprocessor in the Atari 2600
Video Computer System is to perform mathematical and logical opera-

tions pursuant to the algorithms supplied by the computer program.

TT 8/12 a.m. at 8, line 24 - 11, line 2 (Thacker).

146. The algorithms which are stored in the read-only
memories contained in the accused Activision cartridges define the

motions in each Activision game which make each game distinctive.

TT 6-36, lines 5-8 (Ribbens).

147. In order to generate an image, whether moving or
static, with the Atari 2600 using an accused Activision cartridge,

the program issues a sequence of instructions to the microprocessor.

TT 8/12 a.m. at 22, line 25 - 23, line 10 (Thacker).

//
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148. The microprocessor in the Atari 2600 Video Computer
System can execute between 100,000 and 500,000 instructions from the

program per second.

TT 8/12 a.m. at 11, lines 3-17 (Thacker).

149. The Atari 2600 Video Computer System uses a RAM (or
read-write) memory to store the results of calculations. No RAM or
its equivalent is used in the circuitry in the specification of the

Rusch-2 patent, and no calculations take place in that technology.

TT 6-36, line 21 - 6-37, line 16 [Ribbens]; TT 7-139, line 10 -
7-140, line 16 (Thacker).

150. The technology of the Rusch-2Z patent specification
cannot calculate the position of spots by performing computations,
but rather directly displays the positions of the spots, and

directly displays motion.

TT 6-23, line 25 - 6-24, line 12; 6-37, line 21 - 6-38, line 8
(Ribbens).

{4

b4
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My i O
ACTIVISION INC.'S REVISED FINDINGS OF FACT




OWARD
RICE
NEMER™™ /5KI

JBE DN

&k

A fessronal Corporanion

10

1

14

15

16

17

18

19

20

21

22

23

24

25

26

181, The Rusch-2 patent circuitry contains approximately
50 transistors, whereas the Atari 2600 with an accused Activision
program has more than 50,000 transistor elements on the various

integrated circuits.

TT 6-39, line 7 - 6-40, line 1 (Ribbens).

152. There are two means for detecting coincidence used by
computer programmers for the Atari 2600. The programmer may use the
16 collision laches which sample the numbers representative of the
position on the screen of all generated images, and compares these
numbers; or the programmer may use a computer algorithm to arithmet-
ically analyze the relative positions of the symbols on the screen.
The Atari 2600 Video Computer System increments or decrements (adds
to or subtracts from) the position registers which store the numer-
ical data representative of the position on the screen of various
symbols. No such function is performed by the Rusch-2 patent which
uses an elementary electronic flip-flop to reverse direction or

impart momentum.

TT 5-79, lines 1-15 (Ribbens); TT 8/13 a.m. at 211, lines 2-8
(Thacker).

/L
//
//
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e The Rusch-2 Is Of No Value
Or Relevance to Atari VCS
2600/Activision Concept,
Design, or Manufacture.

153. Both Plaintiffs' and Defendant's experts fully agreed
that the circuitry disclosed in the specification of the Rusch=-2
patent teaches nothing about how to design the Atari 2600 used with
Activision software, the Rusch-2 patent was not used as a technical

source for the design of the Atari 2600 Video Computer System.

TT 6-42, lines 9-15 (Ribbens); TT 8/12 a.m. at 38, line 28 - 39,
line 3 (Thacker).

154. The process of designing Activision software for the
Atari 2600 Video Computer System is totally unrelated to the design
process of the discrete electronic circuits in the specification of
the Rusch-2 patent, and typically involves designers from different

disciplines, with different educational backgrounds and skills.

TT 8/12 a.m. at 37, line 25 - 38, line 22 (Thacker); TT 8/14 a.m.
at 338, line 26 - 340, line 2 (Crane).

155 . The process of software design begins with assembly
language. Assembly language is converted into numbers by an assem=
bler program. The machine language which results from the conver-

sion of assembly language into numbers is then sent to the ROM

TG
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manufacturer, which uses the machine language to make the individual

mask level in the fabrication process for the ROM chip.

TT 8/12 a.m. at 14, line 12 - 15, line 2 (Thacker).

156. Activision video game designers did not use and had
no use for the Rusch-2 patent in designing Activision video games,
since there was no connection between the microprocessor=-based
computer programs written by Activision software designers and the

circuits in the Rusch-2 patent specification.

TT 8/14 a.m. at 357, line 21 - 359, line 7 (Crane).
//
4
£
£
//
//
//
//
//
/7
/!
//
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D. All Television Applications
Use Time Delay.

157. Plaintiffs' expert Dr. Ribbens testified that in his
opinion the accused Activision cartridges used with an Atari 2600
Video Computer System were equivalent to the Rusch-2 patent cir-
cuitry on an element-by-element basis under Section 112 as well as
taken as a whole under the doctrine of equivalents because both
systems function to generate video signals on the screen of a tele-
vision at a point which is determined by the time relationship of
the horizontal and vertical synchronizing pulses. Given this reason
for an opinion of equivalents, all conceivable technologies for
displaying moving spots on televisions (or other raster scan dis-
plays), including cable TV, VCRs, all modern personal computers
and/or broadcast television would be equivalent to the Rusch-2

patent.

TT 5-96, line 13 - 5-97, line 3; 6-24, line 23 - 6-27, line 20
(Ribbens); TT 8/12 a.m. at 48, line 19 - 52, line 1 (Thacker).

158. Measurement of time delay from the vertical synchro-
nization signal is necessary to display any coherent image on raster
scan displays, including television, and this characteristic is

inherent in the nature of television itself.

TT 8/13 p.m. at 235 lines 4-18 (Thacker).
//
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E. There is No Infringement.

159. Activision video game software used with the Atari
2600 Video Computer System is not identical to any of the relevant
claims (means plus function claims as defined by the circuitry in
the specifications of the Rusch-2 patent.) Plaintiffs have not

proved literal infringement by proof of identical devices.

TT 8/12 a.m. at 39, line 4-42, line 1 (Thacker); see Findings of
Fact 129 - 158.

160. Activision software used with the Atari 2600 is not,
on an element by element basis, equivalent under Section 112 to any
of the relevant claims of the Rusch-2 patent. Plaintiffs have not
proved lateral infringement by proof of element by element Sec-

tion 112 equivalance.

See Findings of Fact 129 - 158; TT 8/12 a.m. at 45, line 3 - 49,
line 28 (Thacker).

161. Activision software used with the Atari 2600 is not,
taken as a whole, equivalent (under the doctrine of equivalents) to

any of the relevant claims of the Rusch-2 patent. Plaintiffs have

/7
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not proved infringement under the doctrine of equivalents.

See Findings of Fact 129 - 158; TT 8/12 a.m. at 43, line 9 - 45,
line 2 (Thacker).

162 No testimony concerning the Mattel Intellivision
system was adduced from Plaintiffs' expert, Dr. Ribbens. Since
Plaintiffs bear the burden of proving infringement, in the absence
of such proof the Activision game cartridges accused of infringing
the Rusch-2 patent when combined with the Mattel Intellivision

master console do not infringe said patent.

(No transcript or exhibit cite since no evidence offered or
introduced.)
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Iv.
PERMISSIBELE ADAPTATION
163. Atari 2600 Video Computer Systems were manufactured
and sold pursuant to a license from Magnavox. The Atari 2600 is
sold with one or more software cartridges which Atari fully expects
will be used interchangeably with other software which is compatible

with the Atari 2600.

Ex. DN-1; TT 8/13 p.m. at 277, line 23 - 278, line 12 (Lehrberg).

164. There was and is a substantial industry of inter-
changeable software for the Atari 2600, including Atari itself,
Activision, Parker Brothers, Imagic and many others; none of the

software-only manufacturers took a license from Magnavox.
TT 6-125, line 21 - 6-126; line 22 (Briody).

165. Activision does not directly infringe any claim of
the Rusch-2 patent.

Plf's Third Supp. Resp. at 2. see Findings of Fact 8.

£
e
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166. Atari, Coleco, and Mattel have licenses from Magna-
vox, including the right to sell master consoles and video game
cartridges to consumers. The purchaser of any one of these master
consoles receives the rights that the licensed manufacturer of its

master console possesses.

Exs. DN, DM, EI.

167. The software contained in the Activision game car-
tridge constitutes only a small portion of the total circuitry of
the Atari 2600 Video Computer System when that cartridge is being

played on the Atari 2600.

ExX. GT (disassembled Atari 2600).

168. The ROM chip which stores the program in an Activi-
sion cartridge is physically almost a generic product, in which the
arrangement of transistor elements is changed from game to game to

define the individual game characteristics.

TT 7-131, line 13 - 7-133, line 16 (Thacker).

/7
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169. Interchangeable software or ROM cartridges are

nowhere mentioned in the Rusch-2 patent.

Ex. DF (Rusch patent).

170. When a consumer uses interchangeable Activision wvideo
game software on the consumer's licensed master console, the soft-
ware simply "adapts" the functioning of the master console to dis-
play a different video game. By so doing the consumer does not
directly infringe any claim of the Rusch-2 patent, and thus Activi-
sion does not induce or contribute to any infringement of any claim

of the Rusch-2 patent.

See Findings of Fact 159 - 169.

//
//
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V.

CONSUMERS OF ATARI CONSOLES
AND ACTIVISION SOFTWARE
HAVE AN EXPRESS LICENSE.

i i di L In June 1976, Magnavox and Atari entered into a
sweeping settlement agreement and license agreement under the
Baer-1, Rusch-2, and BRH-3 patents in which Magnavox specifically
released Atari and all of Atari's customers from liability for
infringement, and convenanted that it would not sue them, in

exchange for a paid-up license (i.e., fixed sum) from Atari to

Magnavox.

Ex. DN (Atari license); Stip. 27.

172. The relevant language from the License Agreement

provides:

"4.01 Magnavox covenants not to sue Atari or
its customers for infringement of any patents pres-
ently issued or issued on presently pending applica-
tions owned or controlled by Maganvox or Sanders, in
the field of video games, during the term of this
license [until 1990]." (Emphasis supplied)

Ex. DN-1 (Atari license).

173 The relevant language from the Settlement Agreement

provides:

"V. As to games made or sold by Atari,
Magnavox and Sanders hereby release and forever
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discharge Atari and its customers and each of them,
from any and all claims, demands, actions or causes
of action of any nature whatsoever which Magnavox or
Sanders have, shall or may have against Atari and
its customers by reason of any act, cause, matter or
thing claimed or alleged in any of the pleadings
[includes infringement of Rusch-2], records or other
papers on file in the Sears case and in the Atari
case, or based upon or connected with claims made or
filed in the aforesaid actions or in any way related
thereto." (Emphasis supplied)

EX. DN=-2 (Atari Settlement).

174. This covenant not to sue and release of Atari's
United States customers gave Atari's United States customers an
express license to purchase Activision video game cartridges for use

with their licensed Atari master consoles.

Ex. DN-2 (Atari Settlement); TT 7-76, lines 12-19; 7-86,

lines 17-24 (Bushnell) [Note that the cross-examination question
beginning on 17-25 refers to purchase of a separate Allied Leisure
Arcade Game Machine which is itself a complete game system which
obviously cannot be plugged into or otherwise used with an Atari
Master Console. ]

175. In accordance with the terms of the Atari-Magnavox
settlement agreement, Atari received a fully paid-up license instead

of a running royalty arrangement.

TT 7-75, lines 8-15 (Bushnell); Stip. 27.

//
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176. At the time of the Atari-Magnavox agreements, the

Atari 2600 and Atari 5200 video game master consoles were not yet on
the market. Every United Sates customer who subsequently bought an
Atari master console received the benefit of Magnavox' release and
covenant not to sue, and each was thereby completely free (licensed)
to use his or her unit to play video games. Nothing in the settle-
ment or license agreements limits either document to situations in
which the consumer uses only Atari video game cartridges and

joysticks.

TT 7-76, lines 12-16 (Bushnell).

LT Atari's United States customers do not infringe any
claim of the '507 patent through their purchase or use of any
Activision video game cartridge for use with their Atari 2600 master

console.

See Findings of Fact 171 - 176.

o
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VI.
CONSUMERS PURCHASING ACTIVISION SOFTWARE HAVE
AN IMPLIED LICENSE IN LICENSED CONSOLES.
178. Video game cartridges were sold in toy stores; chain
stores; department stores such as Sears, Penney's, and Macy's; audio
visual stores; video stores; such places as the Wherehouse, King

Norman's, and Pacific Stereo; and through the Sears catalogue.

TT 8/13 p.m. at 249, lines 24-26 (Lehrberqg); 289, lines 9-12
(Lopez).

179. In June, 1976, Magnavox and Atari entered into a
settlement and license agreement, under which Atari received a
paid-up license (i.e., fixed sum) from Magnavox. Each and every
Atari 2600 Video Computer System master console is manufactured,
offered for sale and sold under a Magnavox patent license which

includes the Rusch-2 and Baer-1 patents.

Ex. DN-1 (Atari license); TT 6-120, line 10 - 6-121, line 1
(Briody); Stip. 27.

180. In June, 1976 Magnavox and Coleco entered into a
license agreement under which Coleco received a fixed payment

license agreement from Magnavox. Each and every Coleco master

//
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console is manufactured, offered for sale and sold under a Magnavox

patent license which includes the Rusch-2 and Baer-1 patents.

Ex. DM (Coleco license); Stip. 27.

i81. On January 24, 1983 Magnavox and Mattel entered into
a license agreement under which Mattel received a paid-up license
from Magnavox covering present and past use of the Rusch-2 and
Baer-1 patents. Each and every Mattel Intellivision master console
is thus manufactured, offered for sale and sold under a Magnavox

patent license which includes the Rusch-2 and Baer-1 patents.

Ex. EI (Mattel license); Stip. 27.

182. At the retail stores that sold video games, master
consoles, video game cartridges and peripheral equipment such as
joysticks and storage devices were all displayed together and sold

in the same department.

TT 8/13 p.m. at 250, line 26 - 251, line 23 (Lehrberg); 290,
lines 3-11 (Lopez).

//

£

//
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183 Game cartridges were organized and displayed accord-
ing to the master console hardware with which they were compatible.
Thus, all Atari 2600 VCS-compatible software is grouped together,
all Coleco-compatible software is grouped together, and all Mattel-

compatible software is grouped together, regardless of manufacturer.

TT 8/13 p.m. at 252, lines 2-28 (Lehrberg); 291, line 11 - 294,
line 13 (Lopez); Exs. ET, EU, EV, EM, ES, EP.

184. Video games cartridges were internally organized and
displayed in retail stores within system compatibility in several
different ways: e.g., in alphabetical order by title, or by type of
game, such as sports games or puzzle games. Video games cartridges
were always organized by system compatibility, without regard to the
manufacturer of the software. Thus, software manufactured by Atari
for the Atari 2600 VCS was displayed side by side with software from
Activision, Imagic, U.S. Games, and Twentieth Century Fox, to name
but a few manufacturers of Atari 2600 VCS software. Store displays
made clear immediately to the consumer which video game cartridges

played on which hardware system.

TT 8/13 p.m. at 291, line 11 - 294, line 13 (Lopez); Exs. ET, EU,
EV, EM, ES, EP.

£
//
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-185. A common marketing practice in retail stores was to
have a working display of a master console connected to a television
set, with an assortment of compatible cartridges of various manufac-

turers that the consumer could plug in and play.

TT 8/13 p.m. at 250, line 26 - 251, line 7 (Lehrberg); 294,
line 14 - 295, line 2 (Lopez).

186. Video game cartridges are entertainment products.
Within system compatibility, consumers bought video games by title,
rather than on the basis of who was the manufacturer, just as
movie-goers choose by title and content, not producer. Moreover,

customers were confused about manufacturer.

TT 8/13 p.m. at 296, line 21 - 297, line 5 (Lopez); 267, lines 19-23
(Lehrberg); 268, lines 10-17 (Lehrberg).

187. Sears, Roebuck & Co. was a pioneering retailer of
video games. In 1982, Sears' sales from the video game line were
over $220 million, up from approximately $120 million the year
before. Sears was Atari's largest customer, at least until Spring,
1982. Sears sold the Atari 2600 VCS under Sears' private label
"Sears Video Arcade," which sales accounted for approximately one-

half of the VCS units sold in its first year of sale. In 1980,
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Sears had approximately 850 retail stores, in addition to catalog

sales outlets.

TT 8/13 p.m. at 247, lines 12-15; 249, lines 7-21; 268, lines 1-21;
269, line 24 = 270, line 7 (Lehrberg).

188. Video games were displayed and promoted in Sears
catalogs and in Sears advertisements according to the same princi-
ples by which video games were displayed and promoted in retail
stores. The various video game master consoles were displayed with
the software with which each master console was compatible. About
16=-18 million Sears' 1982 and 1983 Christmas catalogs were dis-

tributed.

TT 8/13 p.m. at 254, line 17 = 260, line 27; 262, line 23 - 267,
line 23 (Lehrberg); Exs. FK, FL, FH, FI, FM.

189. As part of its video game display, Sears published a
"flip book"--a merchandising device used in many products throughout
the Sears store. In the case of the video game department, a flip
book sits on a cardboard easel on top of the glass case which con-
tains the video games. Each page of the flip book is devoted to a

single video game cartridge sold by Sears, including a description

//
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of the game, and artwork showing what the package looked like and

how the game looked on the TV screen.

TT 8/13 p.m. at 251, line 13 - 252, line 1 (Lehrberg).

190. The guiding marketing principle for print and tele-
vision consumer advertising of video game cartridges was to identify

the hardware system with which the cartridge was compatible.

TT 8/13 p.m. at 263, line 26 - 264, line 5 (Lehrberg); Exs. FH, FI;
TT 8/13 p.m. at 299, line 10 - 303, line 19 (Lopez); Exs. EX, EY,
EZ, FB, FE.

191. Advertising, store displays, and what a consumer is
told at point of sale all have a substantial impact on that custom-
er's expectations about the product he is purchasing. Thus, since
by advertising, by display, and by information at point of saie, the
customer was told that he may plug an Activision cartridge into an
Atari 2600, the customer went away with the expectation that if he

purchased the cartridge, he could do so.

TT 8/14 p.m. at 454, line 20 - 455, line 4; 455, line 16 - 456,
line 4 (Star).

//
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192. Video game cartridges, regardless of manufacturer,
were used to promote the sale of the master consoles with which they
were compatible. Existence of desirable software enhanced the sale

of master consoles.

TT 8/13 p.m. at 268, line 22 =- 269, line 21 (Lehrberg).

193. By 1982, one-half of the 10 million American homes
with Atari 2600 VCS systems had at least one Activision game

cartridge.

TT 8/13 p.m. at 298, line 18 - 299, line 2 (Lehrberg); Ex. EE
(Bernstein survey).

194. The Consumer Electronics Show ("CES") is the semi-
annual exhibition of manufacturers of consumer electronicé and
related goods. Since January, 1980, Activision has attended every
CES show; Activision first exhibited its software at the June, 1980

show. Magnavox was also at the June, 1980 CES show, and at every

show thereafter.

TT 7-1, line 18 - 7-4, line 25; 7-6, line 15 - 7-7, line 3 (Levy);
Exs. EJ 1-9, FC.

//
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195. Activision ran widely distributed trade advertise-
ments in connection with CES to intrigue retailers and everyone else

at the show to visit the Activision booth and see its products.

TT 8/13 p.m. at 302, lines 1-20 (Lopez).

196. All *successful sellers in the wholesale or retail
trade pay attention to customer attitudes, beliefs, concerns, and
preferences. Any company, such as Magnavox, who marketed a video

game system would have done so and they did so.

TT 8/14 p.m. at 456, line 23 - 457, line 1 (Star); TT 8/13 p.m.
at 289, lines 21-27 (Lopez); see also Finding of Fact 197.

197. Magnavox followed the video game market wvery closely.
At the time Magnavox and Atari entered into a settlement in June,
1976, Magnavox Kknew that Atari was developing a microprocessor-based
video game (eventually marketed as the Atari 2600 Video Computer
System). Moreover, Magnavox has employees responsible for keeping
up with the video game market. O©One or more in-house attorneys at
Magnavox are assigned to keep abreast of the business of video game
licensing. They read trade magazines to keep informed of the prod-
ucts that are coming on the market. Marketing and salespersons at

Magnavox are in and out of retail stores from time to time and have

oY o
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been informed to stay aware of video games that are brought out on
the market and how they are sold. From 1972 to the present, Ralph
Baer himself had responsibilities for monitoring the appearance of
home video games on the market, and in this connection reads pub-
lications, attends consumer electronic shows, visits displays there,

and on occasion goes to retail stores.

TT 4-19, line 17 - 4-20, line 22 (Baer); 6-99, lines 6-11; 6-122,
lines 1-19 (Briecdy).

198. There were no warnings in video game departments at
any retail store to alert the customer that only Atari-manufactured
cartridges could be purchased or used with Atari-manufactured con-
soles, or that only Coleco-manufactured cartridges could be used
with Coleco-manufactured conscles, or that only Mattel-manufactured

cartridges could be used with Mattel-manufactured consoles.

TT 8/13 p.m. at 270, lines 8=24 (Lehrberg); 295, lines 3=-16 (Lopez).

199. There were no warnings to video game consumers in
advertisements, magazines, catalogues, or printed material of any

type which notified consumers or warned them in any way that they

74
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were restricted in any fashion in the use of video game cartridges.

TT 8/13 p.m. at 270, lines 13-24; 272, lines 2-9, (Lehrberqg); 295,
lines 17-19 (Lopez).

200. There are no warnings on the packages for the Atari
2600 VCS or the Mattel or Coleco master consoles, or on any written
instructions or materials contained therein to alert the customer of
a master console that certain video game cartridges should not be

purchased or used with that master console.

TT 8/13 p.m. at 270, line 8 - 271, line 20 (Lehrberg).

201 . Atari is required by its agreement with Magnavox to
"mark all products sold by it" which are covered by the Rusch-2
patent "with the word 'Patents' or 'Patent' and the numbers or
number of the patents or patent applicable thereto." There are no
patent markings on any Atari-manufactured or Sears private label

cartridges.

Ex. DN-1 (Atari license); TT 8/13 pm. at 274, lines 12-14
(Lehrberg); Ex. IT (Atari Basketball cartridge).

&7
£
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202. Magnavox was aware that Sears planned to and in fact
did carry non-Atari manufactured software made by companies such as
Activision. Magnavox never informed anyone at Sears that it should
not sell Activision cartridges, or certain types of Activision
cartridges, or cartridges with "hit and hitting" features, or any
other non-Atari-manufactured cartridge. Magnavox never suggested to
Sears that there should be any warnings to consumers about the use
of Activision cartridges nor did it or its licensee Atari provide

such a caution in their products.

TT 8/13 p.m. at 275, line 21 - 276, line 28 (Lehrberqg).

203. Sears had the capability to and did in fact warn
consumers when necessary about the merchandise it sells. Earlier,
Sears had warned customers of dedicated (i.e., non=-cartridge) video
games that leaving the game on overnight might damage the television
set. The consumer was warned about this possibility by signs in the

retail store and information placed in the "flip book."

TT 8/13 p.m. at 270, line 25 - 272, line 1 (Lehrberg).

204. Sears had an entire department devoted to sending out
information to the 850 Sears retail stores. Sears deals with many

types of products that have warranties or are affected by government
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regulations, and which reguire Sears to convey information regarding
the purchase or use of those products. It was relatively easy for
Sears to put out warnings to consumers regarding the burning phos-
phor problem, and it would have been relatively easy to inform Sears
customers that certain video games could or could not be played with

certain master consocles.

TT 8/13 p.m. at 271, line 23 - 272, line 1; 277, lines 1-22
(Lehrbergqg).

205 Atari, a Magnavox licensee, never requested Sears to
put up warnings of any type to its customers about video games, nor
did Atari ever inform Sears that it was not permissible for a Sears
customer to purchase or use an Activision game cartridge with an
Atari 2600. Atari did try to keep Sears, its largest customer, from
selling other software manufacturers' cartridges for the Atari 2600,
by doing such things as giving Sears exclusive deals. Atari was at
all times extremely desirous of keeping competitors such as Activi-
sion out of the market for sales of software. Atari took out a
trade advertisement directed to retailers (not consumers) which made
ambiguous suggestions that non-Atari manufactured cartridges might

cause a warranty problem with the Atari 2600. Consumers were never

i
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informed about the substance of the trade ad.

TT 8/13 p.m. at 268, lines 5-9; 272, lines 10-14, 19-21, 24 - 273,
line 1; 273, lines 6-9 (Lehrberg); 295, line 25 - 296, line 7
(Lopez); TT 7-75, line 16 - 776, line 11 (Bushnell).

206. Consumer publications such as "Electronic Games" and
"Joystick" are devbted to the play and enjoyment of video games.
These consumer magazines contain, among other things, game reviews
of software manufacturered by different companies, and playing tips.
The consumer publications are typically organized by sections
according to type of master console--e.g., Atari 2600, Colecovision,
Intellivision. No warnings through advertising, announcement, or
otherwise, were published in these magazines warning customers that
certain video game cartridges could not be used or purchased without

potentially infringing the Baer-1l or Rusch-2 patents.

TT 8/13 p.m. at 273, line 10 = 274, line 11 (Lehrberg).

207. The consumer of a master console reasonably expected
that he could purchase or use any video game cartridge that was
advertised or communicated as being compatible with the master

console hardware he owned, regardless of the manufacturer of the

//
£

-98-
ACTIVISION INC.'S REVISED FINDINGS OF FACT




1OWARD
RICE
NEMERWSKI
AN Y
OBE ON
i S

A Professconal Corporaton

10

11

13

14

15

16

17

18

19

20

21

22

23

24

25

26

video game cartridge.

TT 8/13 p.m. at 278, lines 7-12 (Lehrberg); 303, line 27 - 304,
line 5 (Lopez); TT 8/14 a.m. at 455, line 15 - 456, line 4 (Star).

208. The consumer of an Atari, Mattel or Coleco master
console has an implied license for reasonable use of his or her
master console, including the purchase and use of compatible game
cartridges, regardless of manufacturer. The consumer does not
infringe any claim of the '507 patent by purchasing or using any

Activision video game cartridge.

See Findings of Fact 198 - 207.
//
g
77
&
7/
Ly
//
/7
o
//
//
44

-99-
ACTIVISION INC.'S REVISED FINDINGS OF FACT




..nprqrs..‘_...

|.Il..-.-.|-.

i e, Pl o St

F TRy CE s R e w15 N T T T L L SR R S s R e
i g RS o Fl g nE ol ..,.u. e R R iR
AT LR t e 14.1.. S SRt * S ..._B_...”.J.....r|1_.|-..|.,<1r.| (e e - f_..wea_..l-..f” - .... v._..r},._ﬂ...| ...T..v‘_
¥ A :...r ..,..)1. L S ‘.)..u.-?..... el oy e LN R R sl ol A R ST _.._rl. S T .....__ il it G A _.h.‘ .uu A .J.-...r._
ki b sdiaal V]S e e R e - R T L A _.“.r. i, (g irapatel Fop gt ?_..J.l]_nh b i gy £y o it el il
5 s = . = 4 S o = & = - ey
\Fﬁ ;L-l pr -f_.. i = Ala.v [ .|L.. - ST, I-..I.v....’n-lv . -..l
: .r- et o Py shirh gt A7) By e < =g g
3 tl.lr |-|..|... I.l.-.lllv- Ivillklnlllvlrrfnr-. ||l.. i i
} - g F r———
H . . e P T S e o e
e e e S
T - ’ = dec sy - A e g s S =g =~y S . JELaLE S R T s L ok A= g
...r = ] g St L.b_.ll.. . h . | i S REST I - Aol 1 iy B~ il .. it N 5 J . dil Nl P Gy T ) L.lll.l.lll .I.lr.“m
- ’hﬂ 1HL~ s\l..-._- |!..1. .[l._!.LTIm vy ?...-l.. ERe 5 e —— e - A e o k.5 e ~—y .l‘lf'.a\tl....q [
1gi] = ¢ . e .w. - ] T e o - S P e i - g i i b " L A ) .“ ". [ -."a .I.Il‘ g ull.l“\-. il
R RN e T e B T SRR P BT AT
- — E i S B rr |.r< - —_— = — - ‘.
n i DESC LN M= e Gt ™
o .......y......,.n...‘ ....1 ..u .un... JL._..m
— iy -

= ,.A R R R [ _.elll.—rlf_ - |l.r‘-l..J

N f-......- ]v.‘e s

il <" $ 4.\
whys A ......r10.¢lub -f f.lrl! .!I..ll_vrn..‘i. -..J._H]. -Iilylr.r,l\-io.-).'ll. ..( r.‘J-l S‘\.'l.v.ll-.f."

280

:-‘J . -.l]..l

[ . .. i mp, b

:].I....ll..nnl? .r}d.l)k.,lr?...qjt,1 i A s J.-Z - A b e s, g ot o=
‘ A i - - - Al T ™
AT % 4

l\ljlll.rul.-..rlilﬁ LR ) -Il.tl 04. R A -,

ull. .l..l.a.ﬁ.rl_-l}...ﬁﬂ..l..

P n..lu ot et et ok
:.r.u..llrt.l-.u.- F—r o'




o il . s e |-..I| [ Sp—— i Il , .

) - e lrﬂull..._l_u_li....‘..l.ﬁ_-..._ln.-..l.._ul.l-r.-wﬂ._.l. JJLr_u.
Flre o TRy &
kull_._l.lﬂ.”nrv.._-lkh__ll[n-

REESa TJ!.\I. |J...!.‘|...........

|ﬂ.ln_- il o A

f'_‘lr..l -

l.li..lll)]‘l l.llll.-urvllvhlfl e ll.lrtl-ll.lul |l..n.| - |l|‘.r.f1v Ifz.-.l = -l.!ipll-lli-nklnl..-l ,.L. I.Il..llallr..l..llil.l.-i"’ ll]....l..r.

e P e e i el

=TT E _— _— = - ) - —

R S o B St RS ant—H o SRR TV L] e TR et w L A e el esedt aoa e el el et ot SRR SRR et L S T LR B

s

e | e S A
1..[1 __. I.r-__. |].e.r|r._., = .||1#_,.|..|1Av 13 QI r,.lv..ﬂ
kT ¥ .

..J._"...,.l...s il S i ¥, J.._. L- e e T

WA N AT L e, )

L G AL TEAILLE o I ,.,?w_._"...: o 0 fad

A ..|..I. I.... I,|H1.._....,..L...L”J-.lr... ..., iy ..,l..,l.‘..hml.ﬁlv_... = S, ﬂl1r A.HTY..{.I R ..-.all-.lw._-‘
e e L . § S N ¢ Vi b bl v 1
e i e el = T N Te ey ) ELI LIPS 4 o i I

=l - F b - -

o LT i

.l e e g [ e [l . -

R o et tallo i dok el
,..»f!‘lel!ln.l...r e 'Qr_i...;.l-‘ﬂ.-l...

il 4

e = - N R AN
e e - g gy e .«....‘“.Ipv.n
= - —i '
—r iy g
e
i .T‘ ‘
o —h
S
—

TR oV ) .._..l._lJl... L,
. .!&Jﬂ..l,.,il.l.- b

Lol g iy |
.. ic I‘.m.m—_.- __mu_ ;

iy .... -.-&.. 5 st & e e . & iy .

- .M. i ..h.u.ia..u.ru\x.nln _\la.u.n._ oy e b T e T e e e l.lavluz ek ||.- B 4..1.. = .:.vl....q..hll..ﬂ...l....... ERE .|....T..1a-|..r||111hh|§|. I._. K.uv
oo Pyt o e 4 o i o o ey e P e ST Al sy G i e e SNt S R T s e L ria
- ) L i = e — = - -y = ~ = w gy we b sy —n — Ak gl = ) [ 1™y — S L X, . R
sl s .......rl.f»l..-\,.»l e e .“P._I.r s, s L ,Jc.i.!.fui.r..-...- sl - ,..,w-.'\.,r‘ e W ey By sl e ]..!lvu‘tuur. S ;f-l.r\-nll-1 r...,l.. iy ..v -
l.l-.l.n-..ll..\.—i p_‘. ..|.~.l.._.l SO l- Y | ....-_ll.!..._l‘. i_ "y il 1= |l.. e ity el .‘..I..,l .T rn..u. il

Ay

- s T P S

-
LA i
i L Do il O IS b
rraaE g




iOWARD
RICE
NEMEF S

OBE. DN
& FALK

¢ ofemonal Corporation

10

11

13

14

15

16

17

18

19

20

21

22

23

24

25

26

VII.

SEVEN ACCUSED ACTIVISION GAMES
DO NOT INFRINGE THE RUSCH-2 PATENT.

A. The Phrase "Imparting A Distinct
Motion" Describes Only Two Types
Of Motion: Reversal And A Transfer
Of Velocity.

209. Rusch's patent application, for what eventually
issued as the Rusch-2 patent, did not use the words "imparting a

distinct motion" to describe Rusch's invention.

Ex. CS ('284 file wrapper); Ex. DF (Rusch-2 patent).

210. The phase "imparting a distinct motion" is found only
in the claims of the Rusch-2 patent; it is not used anywhere within
the specification. The phrase was created by Sanders' patent attor-
neys in response to a Patent Office rejection which stated that
certain claims, including claims 25 and 52 (then 44 and 88), were
indefinite under 35 U.S.C. 112 "for the uncertain meaning of 'hit'
and 'hitting.'" In their remarks which explain the new phrase,
Sanders' patent attorneys stated:

"Applicant, tkrough his attorney, wishes to thank
the Examiner for the courtesy extended at an inter-
view on July 13, 1971. Pursuant to the agreement
arrived at during the interview, Applicant has
amended claim 44 [claim 25 in the Rusch-2] to
include the cooperating nature of the 'hit' and
'hitting' symbols particularly reciting that the

motion of the 'hit' symbol is dependent upon the
position (coincidence) of the 'hitting' symbol with
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Ex.

211.

the 'hit' symbol to impart motion thereto."

CF ('284 file wrapper) at 127, 146; Ex. CV.

the two types of motion which could be imparted:

"The second functional spot is referred to as a
'hit' spot, and this spot is not directly controlled
by the viewer but its position, movement, etc., is
determined in part by other electronic signal gen=
erating means in the unit, including signal generat-
ing means responsive to the position, direction,
etc. of the so-called 'hitting' spot. This type of
spot represents, for example, a ball, a hockey puck,
etc. In the games described in the body of the
application, wvarious different control signals are
set forth to cause this 'hit' spot to move in dif-
ferent patterns, as, for example, one control causes
it to automatically go from an off-screen left posi-
tion to an off-screen right position and vice versa
continually unless coincidence is made with a 'hit-
ting' spot, whereby it would reverse direction, or,
alternatively, the 'hit' spot will remain in a
steady position until 'hit' by a 'hitting' spot
whereupon it will travel in a direction and with a
velocity proportional to the direction and velocity
of the 'hitting' spot, causing it to move toward an
off-screen position, whereupon it will bounce away
from the screen in the same fashion as a ball
would."

Ex. CF ('284 file wrapper) at 147, 148.

claim 51, was amended in precisely the same fashion as application

44

212, Rusch application claim 88, which later issued as

-101-
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claim 44.

Ex. CF ('284 file wrapper) at 163.

213 In other documents filed with the patent office by
applicant's attorneys both before reissue was sought and in con-
nection with reissue, imparting a distinct motion is again defined
as "cooperating" motion in which the motion of the "hit" or "second"
spot is dependent upon or responsive to the motion of the first spot

at coincidence.

Ex. CU (Seligman); Ex. DJ (Seligman).

214. The only two types of motion of the "hit" spot within
the ambit of claims 25 and 51 of the Rusch-2 patent are reversal of
motion (bounce) or where the hit spot travels in a direction and
with a velocity proportional to the direction and velocity of the
"hitting" spot. The doctrine of file wrapper estoppel limits the
claims to this definition since this definition was specifically
advanced to avoid a §112 rejection and no subsequent definition or

modification was ever submitted to the patent office.

See Findings of Fact 209 - 212.
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215. The sole reason that claims 60 through 64 of the

Rusch-2 patent were added was to insure that the claims covered
video monitors as well as television receivers. The manufacturers
of coin operated video.games were refusing to take a license under
Rusch-2 because they used monitors instead of standard television
sets. Sanders was particularly concerned about this omission with
respect to claims 25 and 51:

"The inclusion of terms within claims of said Let-

ters Patent 3,059,284, such as claims 25 and 51,

which might form a basis for any party to take the

position that those claims do not include television

games using as a video display device either a tele=-

vision monitor or a television receiver intended to

receive broadcast television signals but with the"

radio frequency and intermediate frequency portions

thereof by-passed or disabled was through error and
without any deceptive intention."

Ex. DG ('507 file wrapper) at 32 (Rusch Declaration).

216. Claims 60 and 61 employ the phrase "imparting a
distinct motion." Because the only definition of this phrase is
found in reference to independent claims 25 and 51, the motion
recited in these claims is limited in the same fashion as claims 25

and 51.

Ex. DF (Rusch-2 patent).

//
'
red
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217

Unless the issue involved is use of monitors instead

of standard television, any game which does not infringe either

claims 25 or 51 cannot infringe claim 60 because all material ele-

ments called for in 60 are found in claims 25 and 51.

See Findings of Fact 58, 215 - 217.

218.

The elements of the games listed below which are

alleged to constitute "imparting a distinct motion to the hit symbol

upon coincidence with the hitting symbol" are as follows:

A. Fishing Derby The motion of the fish following coin-

cidence with the end of the fishing line.

B. Stampede The motion of the cattle after coinci-
dence with the horse and rider.

C. Grand Prix The motion of the game-controlled car or
the bridge after coincidence with the
player-controlled car.

) 78 Barnstorming The motion of the windmill, barn or goose
following coincidence with the airplaine.

//

S
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E. Sky Jinks

The motion of the pylon, tree or balloons

after coincidence with the airplane.

F. Enduro The motion of the game-controlled car
following coincidence with the
player-controlled car.

G. Decathlon The motion of the hurdle following coin-
cidence with the hurdler.

Stip. 21.

219. Until the eve of trial Magnavox contended the

"imparting a distinct motion" in Dolphin and Keystone Kapers was as

follows:

A. Dolphin

B Keystone Kapers
Stip. 21.
P

The motion of the squid after coincidence
with the dolphin after the dolphin has

touched the seagull.

The motion of the beach ball following

coincidence with Officer Kelly.
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B. No Motion Is "Imparted" In
Six Activision Scrolling Games.

220. Six of the accused Activision game cartridges are
"scrolling games." These games include Sky Jinks, Decathlon,
Enduro, Grand Prix, Barnstorming, and Stampede. The Activision game
Dolphin, previously alleged by Plaintiffs to infringe the Rusch-2
patent, is a scrolling game, as is Activision's Skiing which has
never been alleged to infringe. 1In a scrolling game the game
designer writes a computer program which keeps the player controlled
symbol on the screen at all times and moves the background past the
player. Ralph Baer conceived the idea of a scrolling video game in
September 1966, and in May, 1967 he reduced it to practice in a car
race game. Rusch neither conceived nor described in claim or speci-
fication such games. Therefore, they do not infringe the Rusch=-2

patent.

TT 8/14 a.m. at 362, line 27 - 363, line 12 (Crane); 3-97, line 3 -
3-101, line 16; 3-113, line 20 = 3-=115, line 9; 3-116, lines 8-25;
3-101, line 25 - 3-107, line 18 (Baer).

221. Bob Whitehead designed the game Sky Jinks, modeling
the game after the pylon races at the Reno Air Show. The object of
the game is to fly an airplane around pylons which scroll from the
top of the screen toward the bottom, while aveiding hitting either
the pylons or other obstacles which randomly appear. The player

controls the left and right movement of the airplane, and its speed
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1/ with a button on the joystick. When a tree or other obstacle is

2| hit, the speed of the player's airplane is automatically decreased

3| to a fixed rate close to zero. Because it is the player controlled
4| aircraft which slows, everything on the scroll at the time of impact
S5 is effected; so if a tree is hit, all the other trees on the scroll,
6| as well as the pylons and balloons will appear to slow. No motion

7| is imparted to any of the obstacles after touching the player's

8 airplane, rather the computer program reduces the speed of the

9 airplane in response to coincidence.

10

"I TT 8/14 a.m. at 363, line 21 - 364, line 28 (Crane); Ex. ET.
4OWARD
RICE 12
NEMEROWSK]
CAN Y 13
OBE DN

I

G K 14 222 Sky Jinks is not a ball and paddle game. Sky Jinks

A Orofessonal Corporation

151 is not an interactive game where two players simultaneously compete

16| with each other. Obstacles do not bounce off of the player con-
7| trolled airplane, nor is the velocity of the airplane in some way

18 imparted to any particular obstacle on the scroll. There is no

19|l distinct reversal of motion of a hit symbol upon coincidence with a
20 hitting symbol. Accordingly, Sky Jinks does not infringe the

21 | Rusch-2 patent.
22

23 | TT 8/14 a.m. at 365, lines 1-22 (Crane).

24 F
25 //
26 //
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223 The Activision game Skiing is identical.in all mate-
rial respects to Sky Jinks. Skiing was released before Sky Jinks,
and has never been alleged to infringe the Rusch-2 patent. (In
response to interrogatories, Magnavox specifically stated that it
only omitted games from a charge of infringement when it found from
examination that an element of Rusch-2 was not present.) Skiing was
also designed by Bob Whitehead. The player skis down either a
slalom or downhill course while trying to avoid obstacles. The
player controls the skier's horizontal position as well as speed.

If the player controlled skier hits an obstacle, his speed is auto-
matically set to zero, thereby stopping the entire scroll. -‘There is
no difference in the motion of the obstacle upon impact in Skiing as

opposed to Sky Jinks.

TT 8/14 a.m. at 365, line 25 - 367, line 11 (Crane); Ex. FY; Pl's
Supp. Resp. at 12-13 (#41).

224. David Crane's Activision Decathlon is a scrolling
game in which the player rapidly "pumps" his joystick to cause the
player controlled symbol to run across the screen. The Activision
Decathlon simulates all ten events of the Olympic decathlon.
Magnavox alleges that the collision of the player's runner with a
hurdle in the 110 meter high hurdles infringes the Rusch-2 patent.
The other nine events are conceded to be non-infringing. In the

Decathlon 110 meter hurdles the object is to run as fast as you can
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and jump over the hurdles to reach the finish line in a minimum of

time.

TT 8/14 a.m. at 367, lines 15-27 (Crane); Exs. FX, HE; Stip. 21(k);
Pl's Supp. Resp. at 12-13 (#41).

225. Since the object of the Activision Decathlon is to
avoid hitting the hurdle, this is not a hit and hitting event. None
of the events played with the Activision Decathlon cartridge are
ball and paddle games. When the player controlled symbol touches a
hurdle, the player's speed is decreased to a fixed value and the
graphic representing the hurdle is changed to show the hurdle in a
horizontal position. The hurdle does not reverse direction when hit
by the runner, and there is no transfer of velocity from the player
controlled symbol to the hurdle. There is no distinct reversal of
motion of a hit symbol upon coincidence with a hitting symbol.
Accordingly, the Activision Decathlon does not infringe the Rusch-2

patent.

TT 8/14 a.m. at 371, line 1 - 372, line 11 (Crane); TT 3-113, line
7-19 (Baer).

226. Enduro is an endurance race, the objective is to pass

a predetermined number of obstacle cars within a set time period.
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The player controls the horizontal position and the spéed of his car
on the roadway. Obstacle cars are randomly generated by the
computer and the player has to avoid them to complete the course in
timely fashion. The obstacle cars move in the same direction as the
player's car, but at a slower fixed speed. When the player's car
hits an obstacle car, the player's speed is automatically decreased
to a fixed speed slower than that of the obstacle car. The velocity
of the struck obstacle car is unaffected by the collision, as is the
velocity of the other cars in the scroll at the time of collision.
Thus, after a collision, the other cars on the screen are moving
faster than the player controlled car and they disappear off into
the distance as if the player had slowed by using his brake.

The player's car does not impart motion to the obstacle
car. The player's car does not reverse the direction of an obstacle
car it collides with, nor is the player's car's velocity imparted to
the obstacle car. Enduro is not a ball and paddle game, nor is it
an interactive game which allows two players to participate simulta-

neously. Accordingly, Enduro does not infringe the Rusch-2 patent.

TT 8/14 a.m. at 373, line 9 - 376, line 28 (Crane); Ex. EW.

227 . The game Grand Prix is very similar to Enduro. The
player controls the vertical position of his car on a race track
which moves from right to left. The player accelerates or deceler-

ates his car in an effort to reach the end of the track in minimum
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elapsed time. Unlike Enduro, the obstacle cars of Grand Prix have
four fixed speeds. When the player's car collides with an obstacle
car, the player's car is set to a speed less than that of the obsta-
cle car. The speed of all the obstacle cars on the screen is unaf-
fected by collision. There is another obstacle in Grand Prix
besides other cars; in some versions of Grand Prix a bridge appears,
narrowing the track. If the player's car hits the bridge, the car
slows its motion; it would be unrealistic to have a stationary
object, the bridge, "bounce" off the car.

The player's car does not impart motion to the obstacle
cars or the bridge. The player's car does not reverse the direction
of an obstacle car it collides with nor does it impart velocity to
the obstacle car or bridge. Grand Prix is not a ball and paddle
game. It is not an interactive game which allows two players to
race simultaneously. Accordingly, Grand Prix does not infringe the

Rusch-2 patent.

TT 8/14 a.m. at 377, line 9 - 381, line 19 (Crane); Ex. FS.

228. In Barnstorming the player controls the speed and
vertical position of a biplane with the objective of flying through
a predetermined number of barns while avoiding obstacles in minimum
time. The obstacles are of two types: barns and windmills which
are fixed with respect to the scrolling background, and flights of

geese which are flying in front of and in the same direction as the
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biplane. When the player makes a mistake and hits a windmill or the
wrong part of a barn, the biplane's speed is set to a fixed value
less than that of the object struck. Since Barnstorming is intended
to simulate real life occurrences, it would make no sense to
"bounce" the barn or windmill. When the biplane hits the geese, the
speed of the geese is increased to some fixed value unrelated to the
speed of the biplane. Even if just one goose is hit, all of the
geese in that line®* fly faster.

Barnstorming is not a ball and paddle game, nor is it an
interactive game two players play at the same time. Motion is not
imparted to the obstacles when the player's biplane collides with
them. The obstacles' motion is not reversed when they collide with
the player's biplane. The biplane's velocity is not imparted to the
obstacles upon collision. Barnstorming does not infringe the

Rusch-2 patent.

TT 8/14 a.m. at 382, line 15 - 385, line 25 (Crane); Ex. FR.

229. Dolphin is a scrolling game which, until the eve of
trial, Magnavox contended infringed the Rusch-2 patent. Magnavox
has offered no explanation why this game suddenly ceased to infringe
the Rusch-2 patent. As in all of the previously described scrolling
games, in Dolphin the player controls the position on the screen and
the speed with respect to the scroll of a symbol, namely a dolphin.

The object of the game is to guide the dolphin through walls of
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seahorses while avoiding being eaten by a chasing squid. At certain
times a seagull flies overhead, and if the dolphin can leap out of
the water and touch it, the dolphin can turn the tables and chase
the squid. When the dolphin catches the squid, the squid sulks off
towards the left edge of the screen. As in the other scrolling
games, the velocity of the squid after collision is unrelated to the
motion of the dolphin prior to contact. Although the squid appears
to reverse direction after coincidence with the player-controlled
dolphin, this reversal is simply in the nature of the scrolling

technique.

TT 8/14 a.m. at 386, line 5 - 388, line 4 (Crane); Ex. FV; Plf's
Supp. Resp. at 12-13 (#41l).

230. The player of Stampede controls the wvertical position
of a cowboy on a horse and uses a lasso to capture cattle. The
object of the game is to lasso as many cattle as possible while
letting no more than three cows escape. To this end the cowboy can
herd cattle so that they speed up, giving the cowboy another chance
to catch them. The cattle are running in the same direction as the
cowboy, but at different speeds. When the cowboy herds the cattle,
their speed is increased a fixed amount unrelated to the cowboy's
speed.

Stampede is not a ball and paddle game, nor is it an

interactive game two can play at once. Motion is not imparted to
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the cattle; when the cowboy herds the cattle, they incfease their
speed and do not reverse direction with respect to the scrolling
background. The velocity of the cowboy is not imparted to the
cattle. Because the motion of the cattle after herding is totally
unrelated to the velocity of the cowboy, Stampede does not infringe

the Rusch-2 patent.

IT 8/14 a.m. at 388, line 9 - 391, line 18 (Crane); Ex. FQ.

231 On September 28, 1982, Magnavox filed this lawsuit,
but did not allege which Activision game cartridges, when used with
a master console, allegedly infringed the Rusch-2 patent. 1In
February 1983, in response to Interrogatories from Activision,
Magnavox alleged that "as presently advised" the following games
were at issue: Tennis, Ice Hockey, Boxing, and Fishing Derby. On
February 9,1984, Activision provided Magnavox with sales data for
these four games. ©Shortly thereafter, on March 2, 1984, Magnavox
indicated that it would name nine additional games, and did so
formally by filing Sppplemental Responses to Interrogatories 38 and
39 (regarding alleged infringing games and claims) on March 26,
1984. Notably, three of the nine newly alleged games were on the
market at the time this lawsuit was filed; of the remaining six
newly alleged games, one was on the market when Magnavox answered
interrogatories in February, 1983, and four were on the market at

the time Magnavox filed a 32-page Supplemental Response to
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Interrogatories (Nos. 1-125) on September 1, 1983 which did not
include any further supplementation to Interrogatories 38 or 39.

The most recently released of the nine newly alleged games had
already been on the market for over five months before Magnavox
formally named the nine additional allegedly infringing games; every
alleged infringing scrolling game was identified only after Magnavox
realized from the sales data provided that only a limited amount of

money was involved in the first four accused games.

See Plfs' Answers to Interrogatory No. 39 as supplemented in Febru-

ary 1983, March 1984 and September 13984.

//
//
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4
v
//
4
//
4
L

=115~
ACTIVISION INC.'S REVISED FINDINGS OF FACT




- L;ll:lru.w-m. Lfﬁ'[l._ u

. - J..._ _|| ! |.

S ._n.._u.... = LI.. 3 TS B i e o ¥ T .p....,n, b= .._h ._uu,l .,,:{.,,.l..n.-.. 5
u"..al.: % .._,L..__ Tt R S e :UER._.,.. PRty L Bty e TR SRt A
el ) ? i.fun... .:rfu_.‘...u ? .-__L.- i Ry .rrTL..._u.w i h._.....f ?.!F Wi I..-l:;.r...u...-” W PELES = ..c. S 4_?__]...1 — o.r.....rfi.a‘.-. Hui;... ._m..lr_ St .111.,1T||&1 I iy
.|-n| il .l!.. r-“‘....,.l...-] |n l.-._. —\??..-.., G wl iy l._ . Wik -\I.-L L« _|.a.r L3 2 Enl 4 ..._ M n.f' -’_l F T .r Call 1 _- ey 2 .l .f -..Il-.ll _.. L. e lrl.,..u.tr. ‘...I

bl [y .|..__u.1_.\_.-|1|..l|rv it L) x -l .rt.-n-..lrrrn—
»l{hvuv“\n Ivmll_u.ﬂ._..\n »AgLand L.J-l_..-_ |.Ir.nﬁ.ul...pl.--.... Lob d s

4.! T} ,{, R P e S 4 L R DR L,

B i TSR

e
-flrfl_nl R Z I .Ilvl...llhlllﬂlllnlplr e e i e DL b A .IL.TDL e il e ’.—ll'l_l-l. L..rrIL. -L
S—— E g ; =7 o et e et . :
lr» s b | g - e I = - R - .»». e Sl e ey r..qy. .
;.!I,_r|1.‘ b Jlul.l.l.l.il.«].il.!ll..cll..: - : : - — -t - i I = ‘f
% B Tl =1 PRy ) C . ilil....u..r iy fi o g .
it i | ._!.0.1 _ﬂ- n-. ¥ —l.l-.l*r WN-] = .t-.m.-.-l... -1. -

s = i) pmiy i gl 5

5 _. - ol P ™ oy e e
ol lv_’.-_.ml-ﬂ..#l.&.l_ IIM ] R L w* ul,._l.-_...
I = = = i =Y {1

S . |l|...|l-,.|.|||.., . ,..nh.“.-.ll...rpr-l.-. Py
‘ul..l. ﬁ?‘lt. i B 'y - 4 1

. - S ki et S s s TR 3
i I Tl R TN L R s
B s o e e p— - ]
R .—1#&-4.—-1:}.,-. ‘Ff1|\‘l.+-..|.l T
lh-l.h..f..»...-. ey w + er. V\
e b ke s e s e byt = it 4 D
‘...._._.‘_.....a...ln.......mu._‘nﬂ...... .Tp.u.n.qd...r-.uud.._ A ..._.r.-.. ...-._....- _.. ...ﬂ....uq ._1.: -ﬁ.-.ﬂ..n
P _.Tq,l I-J uo‘....\l_. ...ﬂ......w.. ..‘”+nt.‘.1l._..~,‘1,-~..|||r..1m1ws\....H.m.ﬂum. . w ﬂm,._Hn.uﬂl i L oL ...nw._..‘- mad =y Irmuu..F ._f— ..I.r_it. _... HJ.u.n.. L&

R R e i G R e LY

o .-wl ease luwc.ﬂ 7Y o

-k b
i e s s e e e g e

]

s e I-r-l,.w..- N l..,. H..I.J,_‘ :.‘.T..
luﬂg.-lu.-aﬂ..l.n.r.. L T -?dl‘. = gy =)
: ry\fltlﬂlr’ji‘;..‘.ﬂ&l.l.%\.al_v hJ.. .:..f_ln_u"n u.

R = R

S e Ml.\il.nv,nl._.l-rl 1‘v.r.“vllt.l.. ..f'rl...-\‘q,._.!frO g b g bl i b g g i g g o e i e s ??.:}. -k rulll..’ﬂ?_._-]u Il_.- t..r._' b higy .\v.;.,#...l.._ J.1l.1.lil .Ir«:l.il.‘..-..',.r.z..v i

S S ok P x i ity . b e e = Lt 1 e, i i = -

: sty ==t | S e et . & i ey B il -l e Py n e, e o Py s T o pdnd oy T .
i . i .I_...-tl.lﬁ___pl.1 A EA.. i llt_l....- ..,.l .ltia.d.!nlilh}.li.ltl_l.- : N . '\llli- 3 - : ’_I.l.. ) : l__.l o .I -r_t u g
) = A . e 5 5 i, . K : L -



RICE
NEMEF " AKI
AN Y
OBE DN
& FALK

¢+ ofessional Corporanon

10

11

13

14

15

16

17

18

19

20

21

22

23

24

25

26

C. Fishing Derby, Like Keystone
Kapers And Frostbite, Does Not
Infringe The Rusch-2 Patent.

232, Keystone Kapers, like Dolphin, was alleged to
infringe the Rusch-2 patent. On the eve of trial, Magnavox conceded
that Keystone did not infringe and has offered no explanation why.
In Keystone, Officer Kelly runs as fast as he can to catch a thief
who throws obstacles at him. The motion of a beach ball, one of the
obstacles, after hitting Officer Kelly was alleged to infringe the
Rusch-2 patent. The beach ball moves either right to left or left
to right, bouncing slowly as it goes. When the ball hits Kelly, its
horizontal motion stops and it bounces once in place and then disap-
pears. Keystone Kapers is not an interactive game; although there
is a ball in the game it is not a ball and paddle game. The motion
of the ball, which changed after collision, is neither a reversal of
motion nor a change in motion related to the velocity of the hitting

spot on impact.

TT 8/14 a.m. at 391, line 27 - 393, line 21 (Crane); Ex. FV; Plf's
Supp. Resp. at 12-13 (#41). :

233 Magnavox has conceded that the game Frostbite does
not infringe the Rusch-2 patent. In Frostbite the player controls
the position of an eskimo whose goal is to jump from ice floe to ice
floe, building his igloo with each successful jump. Every time the

player controlled eskimo touches an ice floe, the horizontal
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movement of the ice floe is imparted to him in exactly‘the same
fashion the fish imparts motion to the player controlled fishing
line in Fishing Derby. While on an ice floe, the eskimo is faced
with certain obstacles, such as flying geese, whose purpose is to
push him off the floe. 1If a goose touches the eskimo, his horizon-
tal movement becomes that of the goose and he is pushed off the end
of the floce. As in Fishing Derby, once the machine controlled
symbol touches the player controlled symbol, the movement of the

machine symbol is imparted to the player symbol.

TT 8/14 a.m. at 397, line 5 - 398, line 21 (Crane); Ex. GD; Pl's
Supp. Resp. at 12-13 (#41).

234. In Fishing Derby, the player's objective is to catch
fish which are swimming randomly back and forth in defined horizon-
tal bands. The player controls the horizontal position of his
fishing rod, and can lower a baited hook down to the fish. If a
fish takes the hook, it continues to move randomly back and forth.
As the fish swims back and forth, it carries the player's fishing
line, causing the line to move. The player can reel the fish in
either by doing nothing, in which case the computer controls the
player's fishing line, or the player can speed up the process by
pushing a button which tells the computer to shorten the fishing
line more quickly. In either case, the horizontal motion of the

fish is unaffected. The fish does not reverse direction when
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caught, nor is velocity imparted from the fishing line to the fish.
Since it is the machine controlled symbol which imparts motion to
the player controlled symbol and since there is no reversal or
velocity exchange, Fishing Derby does not infringe the Rusch-2

patent.

TT 8/14 a.m. at 394, line 4 - 397, line 4 (Crane); Ex. FP.

235, Sky Jinks, The Activision Decathlon, Enduro, Grand
Prix, Barnstorming, Stampede, and Fishing Derby are not interactive
games nor are they ball and paddle games. In Plaintiffs' Pretrial
Memorandum in this action they again define and delimit Rusch's
invention to "development of interactive games and game concepts"
and circuitry to implement them. Baer identified Rusch's device as
the "ball and paddle" game. Therefore, none of these games infringe

the Rusch-2 patent.

Plf's Pre-Trial Mem. at 5; Ex. DF (Rusch-2 patent); TT 2-29, lines
2-23 (Baer); Ex. CU (Seligman); Ex. DJ (Seligman); Ex. CF ('284 file
wrapper).
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D. Nonaccused Activision Software
" Sold Prior To The Start Of Trial
Does Not Infringe The Rusch-2
Patent.

236. Before trial Activision asked Magnavox to state the
reason why nonaccused games do not infringe the Rusch-2 patent. In
response, Magnavox stated in pertinent part: "At to each Activision
television game cartridge not alleged to form the basis for a charge
of infringement [of Rusch=2] . . . plaintiffs have not found ele-
ments in the game, tﬁe game cartridge, and the game cartridge in
combination with a television game console, which respond to every

element of any claim or the equivalent thereof."

Pl's Supp. Resp. at 12-13 (#41).

237. The manufacture, use, sale, or offer for sale of the
Activision video game software cartridges and disks listed below
were not alleged to and therefore by admission and by the principle

of res judicata do not directly or contributorily infringe or induce

infringement of any claim of the Rusch=-2 patent:

Title Shipment Date System
1. Dragster July, 1980 Atari
2. Checkers July, 1980 Atari
3. Skiing July, 1980 Atari
4. Bridge December, 1980 Atari
5. Laser Blast March, 1981 Atari
-119-
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10.

11.

12,

13.

14.

15

16.

7%

18.

19.

29,

21.

Freeway

Kaboom!

Chopper Command
Starmaster

Pitfall!

MegaMania

River Raid

Spider Fighter
Seaguest
Oink!

Keystone Kapers

Happy Trails
Dolphin
Plaque Attack
Crackpots

Dreadnaught Factor

July, 1981
July, 1981
September, 1983
May, 1982

May, 1982
August, 1982
November, 1982

May, 1984
August, 1984

September, 1982
December, 1983

December, 1982
September, 1983
October, 1983
November, 1983
September, 1984
October, 1984
January, 1983
February, 1983
March, 1983

April, 1983
May, 1984

April, 1983
April, 1983
May, 1983

July, 1983

July, 1983
May, 1984

-120-

Atari

Atari
Atari Home Computer
("HC")

Atari
Atari

Atari

Mattel
Commodore disk
Commodore cart-
ridge, Atari HC,
Coleco

Atari
Atari HC

Atari

Atari HC

IBM

Mattel
Commodore disk
Commodore
cartridge
Atari

Atari

Atari

Atari
Coleco, Atari HC

Mattel
Atari
Atari
Atari

Mattel
Atari; Atari HC
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23.

24.
25.

26.

Bt «

28,

29.

30.

31.

Pitfall 11

Beamrider

-

Worm Whomper
Frostbite

Space Shuttle

Private Eye

H.E.R.O.

Decathlon

Robot Tank

Toy Bizarre

August, 1983
May, 1984
August, 1984

August, 1983
April, 1984
May, 1984
May, 1984
July, 1984

September, 1983

September, 1983

1983
1984

November,
October,

February, 1984
March, 1984
June 1984
June, 1984
June, 1984
August, 1984
December, 1984

1984
1984
1984
1984

May,

June,
June,
June,

June, 1984

June, 1984

-121-

Atari

Commodore

Commodore
ridge,

disk
cart-

Coleco,

Commodore disk

Atari HC
1984

October,
IBM
December,
Apple

Mattel
Coleco
Atari
Commodore
Atari HC,
cartridge

Mattel
Atari.

Atari

Commodore
Atari HC,
cartridge

Atari
Atari

Atari HC
Commodore

" Coleco

Commodore
Apple

IBM

Atari HC
Commodore
Commodore
Coleco

Atari

Commodore
Commodore

ACTIVISION INC.'S REVISED FINDINGS OF FACT
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disk
Commodore

disk,
Commodore

disk

cartridge

disk
cartridge

disk
cartridge
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Commodore disk

Atari HC, Atari,
Coleco

Commodore cartridge

Atari HC, Commodore
cartridge, Atari
Commodore disk

Commodore disk

Commodore disk,
Commodore cartridge
Atari HC, Apple

IBM

Commodore disk
Apple, Atari HC
Atari HC, Commodore
disk, Commodore
cartridge

Atari

Commodore disk,
Atari HC, Commodore
cartridge

19; Stip. 20; Plf's

32. Zenji July, 1984
August, 1984
September, 1984
33. Zone Ranger September, 1984
34. Park Patrol September, 1984
35. Designer's Pencil September, 1984
December, 1984
January, 1985
36. Ghostbusters October, 1984
December, 1984
37. Past Finder November, 1984
38. Space Shuttle November, 1983
October, 1984
Ex. FN (current list of Activision games); Stip.
Supp. Resp. at 12-13 (#41); Plf's Third Supp. Resp. to Def's
Interrogs. at 2 (#38); Stips. 22, 23.
-122-
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WIII

NO WILLFUL INFRINGEMENT

238. Before forming Activision, Jim Levy and David Crane
and other founders sought and obtained legal advice from patent
attorneys fhomas Schaetzel and Aldo Test concerning potential
liability under patents held by others. Neither Schaetzel nor Test
brought the Rusch-2 patent to their attention. The first time
Activision became aware of the Rusch-2 patent was when Jim Levy,
president of Activision, received a letter from Magnavox.

Activision reasonably relied on the advice of their patent counsel.

TT 6-144, line 11 - 6-146, line 6 (Levy); Exs. IF, IG, IH, II, 1J,
IK, 19, IR, IS, ED.

239. Activision has reasonably relied upon opinion of
counsel that it does not infringe the Rusch-2 patent. No game
designer at Activision has ever relied on the teachings of the
Rusch=-2 patent in creating a video game. To this day David Crane,
the leading game designer at Activision, does not understand what

relationship, if any, the Rusch-2 patent bears to the work he does.

TT 8/14 a.m. at 357, line 21 - 359, line 7 (Crane); Ex. IE (Business
Plan); Ex. JH (Board Minutes).

&4
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.240. In November, 1980, Jim Levy of Activision wrote a
letter to Magnavox opening discussion about a possible competitive
arrangement for manufacture by Activision of software for Odyssey-2Z2.
At the January, 1981 meeting he discussed the matter with the
Magnavox Marketing Manager responsible for Odyssey, Mike Staup.

Mike Staup made no mention of any patent claim. Levy would not have
approached Magnavox in this way if he had any knowledge of the

Rusch-2 patent and/or Magnavox's claims regarding it.

TT 7-8, line 5 - 7-12, line 5; Exs. 10, IP, IOQ.

241. Activision, in the conduct of its business, takes
great care to avoid infringing valid patents which might affect any
of its products. Activision has proceeded at all relevant times in
the good faith belief that its products do not infringe any

applicable patent.

TT 7-26, lines 3-19 (Levy).

242. On September 7, 1984, in response to Activision's
Motion to Compel, Magnavox supplemented for the third time their
answer to Defendant's Interrogatory No. 38. Less then one month
before the then-scheduled trial date of October 8, 1984, Magnavox

contended that 13 Activision games infringed the Rusch-2 patent.

-124-
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Less than one week before this action commenced, counsel for
Magnavox changed their allegation to include only 1l games, dropping
Keystone Kapers and Dolphin. No explanation has been offered why
these games ceased to infringe after having been alleged for almost

two and one-half years.

Plf's Third Supp. Resp. (#38).

243. Neither Magnavox nor Activision has been certain as
to which, if any, of Activision's games infringe the Rusch-2 patent.
Magnavox' expert, Dr. Ribbens did not remember what steps he took to
determine whether a game infringed. When Dr. Ribbens viewed the
play of Dolphin he could not tell if it infringed but initially
thought it did and later retracted indicating that "distinct motion"
should apparently be readily visible on first viewing. Dr. Ribbens
was uncertain about the infringement of Keystone Kapers. Tom Briody
testified that Magnavox did not pursue Parker Brothers because they
made no infringing games; however, the Parker Brothers game "React-
or," the object of which is to bounce machine-controlled spots in
reverse direction by manipulation of a player-controlled hitting
symbol, is far closer to fitting the definition of "imparting dis-
tinct motion" than any of the disputed Activision software.

Activision could not and did not willfully infringe the Rusch-2

/7
g
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1]l patent because its scope is completely uncertain.

3 TT 6-49, lines 21-25; 6-59, lines 1-10 (Ribbens); TT 7-19, lines
5-16 (Levy); TT 6-126, lines 5-8 (Briody).
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IX..
THE PRIOR LAWSUITS ARE ENTITLED
TO LITTLE OR NO WEIGHT.
244. The Rusch-2 patent has been the subject of two prior
Pawsuits filed by Magnavox, neither of which has bearing on the
bresent action as set forth below. Neither action involved a
software-only manufacturer. Activision was not a party nor in

privity to a party in Magnavox v. CDI. The major defendants settled

pbn the eve of trial leaving only two manufacturers remaining when
ktrial began. O0Of these two, one, Chicago Dynamic Industries,
declared bankruptcy just a few days into trial. The remaining
defendant was the Seeburg Corporation and its distributors;
Seeburg's major business is and was manufacture of juke boxes
although it did manufacture some coin-operated video game units.
[he prior art Seeburg presented to the court did not include the
Higinbotham tennis game, the G.E./NASA scene generator or the
Spiegel patent, art which Activision has presented to this Court.

[fhe prior art considered in Magnavox v. CDI was therefore signifi-

tantly different than that presented in this case. The decision in

CDI stands only for the proposition that Seeburg failed to meet its

purden of proving invalidity on the record in that case. Seeburg
settled after losing the trial for two payments of a total of
585,000. After completion of the CDI trial, the Primary Examiner in
the Patent Office found the Baer-1, termed by the CDI Judge the

 /

//

-127-
ACTIVISION INC.'S REVISED FINDINGS OF FACT




10

11

HOWARD
RICE 12
NEN O OVSK
C# ¥ 13
RDL ASON
GFALK 14

| Professional Corporation

15
16
17
18
19
20
21
22
23
24
25

26

"pioneer patent," to be invalid.

Judicial Notice No. 3, Ex. C, Ex. D; Stip. 26, 28; Ex. DO.

245. Magnavox v. CDI began with an extensive and expensive

venue fight between the courts in Illinois (7th Circuit) and

alifornia (9th Circuit). Venue was critical during this period
ecause patent holders received significantly disparative results
epending upon the circuit where the litigation occurred, particu-
larly on the issue of wvalidity where the Seventh Circuit was
regarded to be more favorable to patent holders than the Ninth. As
@a result of lack of uniformity the Federal Circuit was later

icreated.

Stip. 26, 28; Judicial Notice Ex. E, H, No. 10.

246. In Magnavox v. Mattel, also commenced in Illinois,

the validity of the Rusch-2 patent was not in issue. The technical
portions of the Mattel transcript were placed under seal by Mattel
and were not available to Activision. Activision was not a party to
For in privity to a party to the action; a prior finding of
infringement has no effect against a non-party not in privity.
Because Mattel did not challenge validity, the "scope of equiva-

lents" accorded there was not limited as it is when validity is
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challenged.

Judicial Notice Ex. E, F, H, No. 10.

Hon. Charles A. Legge
United States District Judge

091085/6-3559001Ib
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