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PILLSBURY, MADISON & SUTRO
JEROME C. DOUGEERTY

225 push Street

Mailing Address P. O. Box 7880
S8an Francisco, CA 94120

_Telephone: (415) 983-1000
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Telephome: (312) 346-1200

g

?‘ ’—..

United States District Court for the BN

Northern District of California

THE NAGNAVOX cmlpm a Corpora-

tion, and SANDERS ASSOCIATES,

INC., a Corporation,
Plaintiffs,

ACTIVISION, INC., a Corporation,

Mmt.

Wt N S et e Y NP e P e

No. C 82 5270 Tem

KEMORANDUM IR SUPPORT
OF PLAINTIFFS' MOTION

¥O DISHISS BECORD
COUNTERCLAIN

rlaintitt;';‘ The Magnavox Company and Sanders
Associates, Inc., tﬂnﬁ their Complaint herein alhgi.ng
infringement of U.S. patent Re. 28,507 by dcfauhnt Activision,

Inc. lct.ivision hus ﬁlod three counterclaims, and plaintiffs
have filed repliutbtho ﬁr.taadthirdotthumurchi-

Only the second mlchhm-ubject of this motion.
' MEMORARDUM IN SUPPORT OF
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That counterclaim seeks a declaratory judgment that a pateat
other than the ome referred to in the Complaint, 1.e., U.S.
patant 3,728,480, is invalid, unenforceable, and not infringed.
The Declaratory Judgment Act, 28 U.S8.C. §$2201 and 2202,
':arnitl .declaiatotr relief to be awarded only in cases of
"actual controversy” between the parties. The second counter-
claim fails to allege sufficient facts wvhich, even if taken
as true, establish the existence of the required controversy
between plaintiffs and defendant; thus it fails to state a
claim upon which relief can be granted. Further, the
affidavits sulmitted in support of the motion show-that, ia _
fact, no such controversy actually exists. 3In the absence
of such a controversy, the declaratory judgment statute does
mot confer subject matter jurisdictiom over the second
counterclaim in this Court.

THE RELEVANT FACTS
Plaintiff Sanders is the owner of a number of U.S.
and foreign patents relating to television games. Magnavox
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is the exclusive licensee under the patents with the rights
1ﬁmm-¢mmmm Ragnavox
Myh:mtortynblimthrmghnutmmm
en these patemts. (Briody 92; Seligmen 11.)* U.S. patent

-

- Reference to paragraphs of the affidavits filed in
support of plaintiffs’ motion are by the affiant's last
name and paragraph numsber.

“2* MENORANDUM IN SUPPORT OF
PLAINTIFPS® MOTION TO DISMISS
SECOND COUNRTERCTAIN



Re. 28,507 is one of th Sanders patents licensed to Magnavox and
is the subject matter Of the Complaint hereim. Plaintiffs have

extensively litigated tht patent; they have ﬁlﬂl nine actions
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for infringuent of that pateat, three of which Mn been tried
in two trials, and thny ‘have been involwed in fmt declaratn:y
judgment actions on t!nt. patent. Some of the early actions filed
prior to 1977 inclulal U.l. patent 3,728,480, ancther of the
Sanders patents include§ ia the exclusive license to Magnavox
{Bricdy ¥3.) but all of tlnu were disposed of by trial or settle-
ment prior to June, 1877.

In 1977, sm.'&cmmofthuistmofa
prior art reference uh:lct( it was felt, might affect the validity
of the 3,728,480 paumt, ht not the n-. 28,507 patent. Sanders
subsequently filed on Jul 21. 1977 an appucation to reissue the
3,728,480 patent in the United States Patent and Trademark OFf{ice
80 that the Office could consider the effect of that reference om
‘the 3,728,480 patent. (Seligman 92.) At the time the reissue
application was filed, Nagnavox decided not to take further steps
to enforce the 3,728,480 Patent while the reissue application vas
‘pending, f.8.; until the effect of the newly discovered prior art
application was filed in 3-!. l.m- Bagnavox has not initiated
uq.ctimfuriufrwof that patent, has not charged any
pm:ty with infringenmt of ﬁlt patent, aml has not suggestad to
mpa:tyhthemltadmm that it needed a license under
that pateat because it -uhrthghg the patent. (Briody %4.)
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L% - PLAINTIFFS' MOTION TO DISHMISS
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Further, since June, 1’77, Magnavox has coumenced
five actions for infringement of th Re. 28,507 pnl:mt.

%one of those actions has MIM any charge of infringement
of the 3,728,480 patent. (Briody 94.) actlvisim alims
at paragraph 33 of its Second Counterclaim that the claims
of the 3,728,480 patent are evean broader than t.he claims of
Re. 28,507; if that allegatiom is accepted, Magnavox could
have included an assertiom of I.nfringulmt of the 3,728,480
patent in any of those five lcﬂon-. but did not.

The application to miam 3,728,480 is still _
pending; none of the claims in the pending mi.sm application
mthsmumclahhthoﬂgiulpatmt. (s.npn—
¥2.) It is not msMe tn bow now with certainty what the
claims of the 3,728,480 pateat will be when that patent is
reissued, but it is clear that they will be different from
those presently in the pateat.

Magnavox initiatéd discussions with Activision
concerning the television game patents in 1981, practically
fmmmummwntmuatmu
enforce u- 3.m.uo mt while the reissue spplication

discussions, Magnavox asver charged Activision with iafringe-
ment of the 3,728,480 patent or suggested that it reguired a

license under that patemt. (Goodman §3; Nayer %2.) Activision‘s

omnlmuaamofanblimwtmm
Sanders pateat, Mmmsuppllndmhi.-hmm.
1981. The sublicense supplied @id not include the 3,728,480

patant.
-§- MENORANDUM IN SUPPORT OF

PLAINTIFFS' MOTION 70 DISMISS
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This action wes filed on September 28, uu'.””'
than five years after the Jume, 1977 filing of the 3.m.uo
reissue application and m than five years after m
halted its efforts to m that patent during the pendmy
of that applicltim. The Cosplaint, like the pmionl five
actions filed by llagnimiﬁh for infringement of Re. 2'.”_‘,_}
e . =

The Standard Required To
Establish An Actual Oontxouxsx '

The Declaratory Juligment Act vests jurisdictioa im
the District Courts to declare the rights of parties to "a
case of actual controversy.” 28 U.S.C. $2201. The 'actnl.r
controversy” requirement of the Act is an expression of the

_5=-=:-==ggwaduuaaup

jurisdictional requirement of a "case or qdﬁt.mversy'
included in Article III of the United States Constitutiom.
Aetna Life Ins. Co. v. Haworth, 300 U.S. m (1937). That
differences or disputes. ; o

interests, of sufficient immediacy and reality to
warrant the issnance of a declaratory judgsent."™

land Casual Co. v. Pacific Coal & 0il Co.,
s moasr _




The Ninth Circuit Court of Appeals remtl;mtd
the showing of actual controversy that a dechrato:y aulg-nt
plaintiff in a patent case must make to support jnrindictj.m
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*"An action for a declaratory judglnat tlllt a
patent is invalid, or that the plaintiff is not
infringing, is a case or controversy if the
plaintiff has a real and msonable apprehension
that be will be subject to 1iabilit EE be
continues to mamufacture his product SOOim de

Conditionnement v. Hunter %; €5 Y. 24
938 (9 cix. 1981).

Thus, in order to establish jurisdiction for its
Second Counterclaim, Activision sust plead and prove facts
sufficient to show that it has an apprehension that it will
be subject to future liability which is both real and
reasonable. The mere ‘allegatiom of such an apprehensiom is
pot sufficient if there are no facts sufficient to demonstrate
a Teasonsble basis for the apprehemsion.

~Since the eristence of an actual coatroversy is a
jurisdictional requirement, once challenged by the declaratory
jodgment defendant the burdem is ca the party sesking the
declaratory jmm-wummtmotmtm
BECESSAlY COntroversy acmny exists. International Rarvester
Co. w. Deere & Co., 623 7.2d 1207, 1210 (7 Cir. 1980).

~
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The Second Counterclaim Pails ,
To State A Cause of Actiom ok .
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Defendant's Second Counterclaim at best alleges
only that plaisntiffs own and/or coatrol the Re. 2I.50.7 and
3,728,480 patents among others (113). that the clam of
3,728,480 (as issued in 1972) are even broader t!ua th
claims of Re. 28,507 (133), and that plli.ltiffl have asserted
infringement of 3,728,480 in their previous litigation where
Re. 28,507 was asserted ‘“31} and have licensed 3,728,480 in
their licensing of Re. 28,507. Activision has failed to
allege that in all previous litigation im which an infringement
charge based on 3,728,480 aight have been made it actually
was made. It has failed to allege that in g_li previous
Iicensing of Re. 28,507 licenses under 3,120‘.430 were also

B R ES oo vwooos ew w

involved. The allegation of some prior activities of
14§ plaintiffs with respect to the 3,728,480 patent at unspecified

o

times without explicit pleading of when those activities

occurred and how thosae Oct.l'it.l” relate to Activisiom is

sluply not enough to show that any lppxehmsiqn by Activision

of future liability nnder the 3,728,480 patent, regardless

of whether the apprehension 1-. ml or imagined, u*tmoﬁable.
If sufficient fmmﬂtplem which would

y 'M Sen" the fear or apprehension

giu th.

tmm:mmnlquitm. ﬂuthplednughmt

sufficient. YThe mere fact that plaiatiffs’ Complaint alleges
infrw of Re. 28,507 only without any refereace to
3,728,480 should be sore thes encugh to vitiate in the eyes

of tho reasonable man any latent apprehenﬂnu o! umuty
nndu 3.72!.“0 which might be m-m by the mu allegations

of the Second Counterclaim. l!- insufficiency of Activision's

! -7- MKEMORANDUM IN SUPPORT OF
PLAINTIFFS® MOTION TO DISHISS
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I EEEY cas B 55

s ]



1 A s

alhgatimmmmwidutﬂnthqm compared
with the true state of affairs m the 3.12!.“0
pamt when the mterchh was ﬂlﬂ. =» =

f

sl o .

¥o Reasonable Basis For
Any Apprehension Exists

:5. i

The affidavits presented jeith this motion clearly

dmsua&mthhfmthatmmmbhhd:iorm
apprehension of 1iability under the 3,728,480 patent vanished
long before Activision's Second Couitérclaim was filed.

Over five years previously plaintiffs had stopped actively
asserting infringement of the 3,728,480 patent until termination
of the Patent and Trademark Office proceedings on the |
application to reissue that patant. Plaintiffs had brovght

EEEES . ..:';.-.-..-.f.?

five separate lawsuits for infringesent of the Re. 28,3507
patent between the filing of this action and had not asserted
infringement of 3,726,480, Plaintiffs had meither charged |
anyone with infringement of the 3,728,430 patent during the

interia puidmsonﬁﬁt'mlidmumtm in the ,
qihasnw. During the discussicas prior to suit betwesn |

|

~udliu:tivi.t&lan.ni:lgg}m;e-nt«ﬂmxgmomevulnr«;;u i
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its osm imagination, not the gealistic factuval analysis of a
reasonable man. . . e, Y

If Activision had a real fear of liability under
the 3,728,480 patent, it could have participated in the

nmt-ﬂmot!immdimmtbmlm

. ~§- HENORANDUM IN SUPPORT OF
‘ PLAINTIFFS® NOTION T0 DISMISS
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practice under which that application was filed, 37 c.r;.i. .
miwmnofmmuwmmuhm
on applications for reism by filing mmt. papers i.n the

office opposing the reissue application. 37 C.F.R. m
patent application files in the Patent and tradmrt office,

enlike conventional patent applications, are open to public
Saspection for this wery purposs. . Activiefon 438 mot £ils
any such protest. (Seligman ¥3.)

.:. . FPurther, for this Ornrt now to consider Activision's
Secomd Counterlcaim on-its merits would be a waste of judicial
m in the extreme. The claims of a patent, of cnux;u,
provide the basic measure of the width and breadth of the
invention of the patent; they give the basics for defining
the mbjoet nttér uhich is actually patented. ) However,
nome of the claims in the pending muﬁna@pneaum is
uutml to any claim ot the present 3,728,480 munt
raoognidngofmthtapﬂautehhﬂiﬂ:hwltm
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pnmtﬂotlgimuywnﬂthkwbymimh
it would have to make snother and similar determination but
i to different claims when the reissue application Paytnzu

into a reissue pateat. Whea tlll reissue mli'oaﬂmhsnu.

th§ ENEE
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thniuu-pnte-tml Mmufor...notigimmt.

3% U.8.C. %251. l_ct_.lvi.d.u" request for such a dupliuum
of judicial effort should not be entertained. .

DgPe’ 5 hoa
.

CONCLUSION e ¥

Ph:lnti!!l' motion should be graated aad Activision's
sﬂ:onnl mumlm dismissed,

Dated: Novesbar __, 1982. e

PILLSBURY, MADISOM & SUTRO
JEROME C. DOUGHERTY

By
= ' * Attotneya—ﬁr m— :
The Magnavox Company and
Sanders Assoclates, Inc, -

225 Bush Street
Mailing Address P.O. Box 7880
San Francisco, CA 94120
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