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PILLSBURY, MADISON & SUTRO 
JEROME C. DOUGHERTY 
225 Bush Street 
Mailing Address P. o. Box 7880 
San Francisco, CA 94120 
Telephone: ( 415) 98 3-1000 

Attorneys for Plaintiffs 
The Magnavox Company and 
Sa nders Associates, Inc. 

Of Counsel: 

NEUMAN, WILLIAMS, ANDERSON & OLSON 
THEODORE W. ANDERSON 
JAMES T. WILLIAMS 
77 West Washington Street 
Chicago, IL 60602 
Telephone: (312) 346-1200 

United States District Court for the 

Northern District of California 

THE MAGNAVOX COMPANY, a Corpora­
tion, and SANDERS ASSOCIATES, 
INC., a Corporation, 

Plaintiffs, 

vs. 

ACTIVISION, INC., a Corporation, 

Defendant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) ________________________________ ) 

STATE OF NEW YORK 

COUNTY OF WESTCHESTER 

) 
) SS: 
) 

No. C 82 5270 TEH 

AFFIDAVIT OF 

EDWARD W. GOODMAN 

I, EDWARD W. GOODMAN, do depose and say as follows: 

1. I am employed as a patent attorney for North 

American Philips Corporation. In fulfilling the duties 

associated with that job I report directly or indirectly to 

AFFIDAVIT OF EDWARD W. GOODMAN 
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Thomas A. Briody. During 1981 one of my duties was to act 

as Licensing Counsel for The Magnavox Company (hereinafter 

"Magnavox") and attempt to enter into sublicense agreements 

with various organizations in the t elevision game business 

unde r the televi sio n game patents owned by Sa nder s Ass ocia t e s, 

Inc. and exclusively licensed to Magnavox. Those patents 

include the pate nt in suit in this action, patent Re. 28,507. 

2. During 1981, I, as Licensing Counsel for 

Ma gnavox, initiated and carried on contacts betwee n Magnavox 

and Activision, Inc. concerning Activision's infringement of 

the Re. 28,507 patent and its need for a lice nse under that 

12 p a tent. The s e cont acts we re by l etters a nd t e l e p hone, first 

13 

14 

15 

16 

17 

with James H. Levy, President of Activision, and later with 

Aldo J. Test, outside patent counsel for Activision. Copies 

of my correspondence with Activision and its counsel are 

attached hereto. 

3. During my communications with Activision the 

18 only patent which was ever discussed was Re. 28,507. My 

19 correspondence with Activision and its counsel makes no 

20 reference to u.s. patent 3,728,480. I do not recall and do 

21 not believe that during the course of any of my communications 

22 with Activision I ever raised the subject of the 3,728,480 

23 patent or in any way suggested or charged that Activision 

24 was infringing that patent or needed a license under that 

25 patent. 

26 4. In his letter to me of July 15, 1981, Mr. Test 

27 requested a copy of a sublicense agreement. I replied and 

28 
-2- AFFIDAVIT OF EDWARD l.V. GOODMAN 



1 with my letter of September 11, 1981 forwarded such a sublicense 

2 to Mr. Test. Both letters and the proposed sublicense are 

3 attached hereto. The u.s. patents to be included in the 

4 sublicense are listed at page 2 thereof. That list does not 

5 include the 3,728,480 patent. 
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9 Subscribed and sworn to 

10 before me t _his l5:ti!. 

11 day of 

12 
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BARBARA JOSEPHINE FREEMAN 
Notary Public, State of New York 

No. 4670230 
Oualified In Wes:chcster County 
Term Ex;>ires 1/.arch 30, 19~t 
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C. 

~BO WHITE PLAINS ROAD 

TARRYTOWN. NEW YORK 10!1D1 

1703-0198 

Jarres H. Ievy, President 
Activision, Inc. 
759 E. Evelyn Avenue 
Sunnyvale, California 94086 

Dear Mr. Levy: 

M3.rch 23, 1981 

(914) 332.-02.22 

I was recently talking with Mike Staup of 1-agnavox in ·Knoxville, · Tennessee 
and he indicted tbat yoo are interested in producing game cartridges of 
your design for the Cdyssey2 video· garre. He also indicated .tbat yoo have 
been prO:lucing game cartridges for the Atari progra.l'll\3ble video game. Yo\1 
may, or may not, be aware that 'llle M:ignavox carpany oolds substantial patent 
rights in the video game field. · 

Jv<..agnavax is the exclusive licensee under a number of U.S. and Foreign patents 
relating to video ga;res owned by Sanders Associates, Inc. of NashUa., New 
H.arrpshire. We believe that sane of your game cartridges are directed to the 
sane subject .JT\3.tter as at least one of these patents, notable reissue patent 
Re 28, 507 (copy enclosed) • 

Under the terms of the arove-noted license frc:rn Sanders ]l.ssociates, Inc. 1 
'Ihe Magnavax Ccripany has the right to grant worldwide non-exclusive sub­
licenses under these patents and has ·at present rrcre than 50 sub-licenses 
~rldwBe, including Atari, Inc. 

We sincerely believe that you should be interested in obtaining a patent 
license for hcrne-type video games. ·Please call or write us at the letter­
head address at which p:>int we can arrange a mutually convenient location 
and time to meet with you and/or yc:ur attorneys in order to answer any 
questions you ~ght have concerni?g a license ~greanent • 

. ~ . . . .. . 
~ ' . . .. 

., . :·. : . -. 

·. 

EW:;/jrw 
Enclosure 

. • . . . 

... ·, . . . .' . . . . . . · . . : . ' ·:: 

.. · . . .·. ·· . 

. Very truly yours I 

nm ~vox a::MPANY 
. . . . . . . . '• - ' . . .• 

.. • • •, •• •"",~ I ' ' • ·-: • ·:'·: • • • • • • • • • ~· · : 

:reward w. Goodman 
Licensing Counsel 

---------.,----.------~-------.,---~--=:'-----""--~· ..:,:.···_;...,.~ . .:: -
. . ' • 7 .. _ ., .:o: · ~· . • ·~ . :·."':. ·• .. .. . ;, . 
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Mr. Edward W. Goodman 
THE MAGNAVOX COMPANY 
580 White Plains Road 
Tarrytown, NY 10591 

Dear Mr. Goodman: 

March 30, 1981 

.. ·~ .. -. ... _ ... -· .. ·-··- ---- ....... __ .... ___ .. __ ·-- .. 

. ) 

Thank you very much for your letter of March 23. 
I have referred the patent d ocument to our legal counsel 
in this area. 

We will be in touch with you after he has had a 
chance to review the information. 

JL:dm 

.. . . ' ... .. •, 

• • ~ I 

Adivision, Inc. 3255-2 Scon Blvd. Santa Clara, CA 95051 (408) 727-7770 

--·-"":""' ~~~~-.....-~~--J-.-. -."-" . ..-------~.-------....-----:------~·--. -r.~~-: .. 
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Mr. Edward Goodman 
Licensing Counsel 
THE MAGNAVOX COMPANY 
580 White Plains Road 
Tarrytown, NY 10591 

Dear Mr. Goodman: 

April 14, 

fttte .' 

.. 
'. ,_ 

\ 
I 

1981 

r' • 

l ''l . ., 
0 

H 
~ 

-;) 

Activision is currently producing game cartridges which 
are compatible with the Atari Video Computer System. We 
are not yet producing cartridges for the Magnavox Odyssey II 
game, although we believe that the availability of additional 
new cartridges for the Magnavox system can only enhance its 
desirability for the consumer. · 

- · It is not our company's policy to knowingly infringe 
valid patents of others. Since we manufacture game car­
tridges only and do not intend to manufacture a home video 
game system, we do not see the need for licensing discussions 
at this time. 

Thank you for bringing the Magnavox/Sanders patent to 
our attention. 

JL:dm 

cc: Aldo . Test, Esq. 
· ... =--.~ . . : . . . . . . . ~-

.... ·: ·.. .· , .·· ... 
·. 

·. 

. .· .. . . ·. •. - .. 
... • I ' • 

. . ·. ~ : . ~ . 
: ""r ·; . 

.... . .... . 

-
. .. !. 
: .. 

· ... 
.. .. · . . ...... . ,. 

Activision, lne. 3255-2 ScoH Blvd. Santa Clara, CA 95051 (~08) 727-7770 

.' } . 
-· ·--
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:J~e lJI/1/ag.navox Companv 

1703-0198 . 

!580 WHITE PLAINS ROAD 

TARRYTOWN. NEW YORK 105SU 

~>By 18, l981 

Mr. Jarres H. I.evy, President 
Acti vision, Inc. 
3255-2 Scott Boulevard 
Santa Clara, CA .95051 

.D:ar Mr. levy: 

I am in receipt of your letter of April 14, 1981 and I have al"so been 
able to actually use several of your garre cartridges in conjunction 
with the Atari Video o:nputer System, which I mi"ght add, are very 
interesting and challenging_ game cartri_dges. 

(914) 332-0222 

Hor.vever, I believe that you should reconsider your p:>sition on obtaining 
a patent license fran 'Ihe l>Bgnavox Cbrrpany. In particular, it is our · 
belief that both the FISHING DERBY and Boxing garre cartridges, Wlen used 
with the Atari console, present corrbinatioris Which infringe the reissue 
patent Re 28,507 (copy in your .p:>ssession). 

Noting the 2nd paragraph of your letter in which you state that you only 
manufacture garre cartridges and not barre video garre systems, I would like 
to call your attention to 35 USC 271 (c) (see enclosed copy) • Since these 
pa,rticular game cartridges are not a staple article and have no other 
substantial use other than to play an infringing game, it is our belief 
that the sale of these cartridges cansti tute an act of contributol:y 
infringerrent. 

In light of ·the above, it would behoove you to favorably consider our 
offer of a patent license. Please resFond. prcxtptly as we have an 
obligation to both ourselves and our licensees to protect the patent 
a'"ld to actively pursue any and all ~gers. 

m::;jjx:w 
Enclosure 

... 
~. . . 

. -.... : ~ .-.· . 
. : ·.:. .. .. : · .. 

; 
-~ 

.· 

Very truly yours, 

: ;, ... 

Edward w. Q:lodm:m 
Licens~ cn.m.seJ. 

.. , 

·-----~ ----~ .. - -.------~--~~- -~~----~------~.~- ­
J ( •• • . : •• 

---------... -.. ---. 
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HAROLO C. HOHIIAC:M 
ALOO ..J, TltST 
I:L"'I:R S. ALBRITTON 
THOMAS 0 . H£.A8CtlfT 
.. ILTO N W. SCHI..C,."'ItR 
00NAL.0 H . MAc;INTOSH 
.>CART O. WRIGHT 
[OWARO S . WRIO"'T 
DAVID ..J. BRt.ZNCfllt 
" 'C HARO E . 8ACfii.Ua 
OAVIO C . LOV[.>OT 
5TCPHCN L BAI..OWIN 
STC PMCH C . SHCAflt 
HCNRY k . WOODWAflltO 
NANC1' C . MARTIN 
LOWCLL C. BCRG5TitOT 
WILLIAM .,J. CGAN R f 
A£01HAL0 .J. SUYA't 

' ~ ... .. 
-- -~ ...... ~--·-·-----·~-----· - ... - -- ---~·--------- -~ L..o.· - · 

0 
FLEHR, HOHBACH, TEST, ALBRITTON & HERBERT 

ATTORNEYS AT LAW 

PATENTS, TRADEMARKS ANO COPYAIOHT8 

SUITE 3-400 

FOUR EMeARCAOERO CENTEit 

SAN F'RANCISCO, CALIF'ORNIA 9-4111 

(-41!5) 781 ·198SJ 

June 10, 1981 

Mr. Edward W. Goodman 
Licensing Counsel 
The Magnavox Company 
580 White Plains Road 
Tarrytown, New York 10591 

Dear Mr. Goodman: 

We represent Activision in patent matters. 

"'AUL 0 . "LI:MIIt 
MAR C US LOTHR0"' 

IIATLO R G . R IO:II:LL 
Or' COU ... C ... 

CA!SLE : f'LEHRSF 

Twx: 9 10 37z-eeo9 

f'LEHR SFO 

P£NIN!5ULA OF'riCE 

ZOO SHCRIOAN AIICNUC 

PALO AL.T01 CAL.I r . 94300 

(4 15 ) 320•0747 

Your letters of March 23, 1981 and May 18, 1981 
have been referred to us for response. 

In your letter of March 23, 1981, you indicate 
that more than 50 sub-licenses have been granted world­
wide, including a license to Atari, Inc. 

We have read re-issue patent 28,507 and 
particularly its claims. We note that all of the claims 
are directed to a combinat'ion of elements. When the 
purchaser installs the cartridge in the Atari machine 
he completes a combination. 

Assuming arguendo that the completed combination 
is within a claim of the noted patent there still is no 
infringement. The user has a license to practice the 
combination because of the license he obtains through 
Atari because of his purchase of the licensed Atari machine • 

. 
It is well established that there can be no contribu­

tory infringement if there is no direct infringement. 
Aro Mfg Co., Inc. v. Convertible Top Replacement Co. 365 
US 336, 128 USPQ 354 {1961). 

-.---,---.·--.-:---- , .....,.....,... ______ _ ~------,--------. - -. - -'1"'-. .. 
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Mr. Edward W. Goodman 
Licensing Counsel 
The Magnavox Company 
Page 2 
June 10, 1981 

0 

We are therefore of the op1n1on that our client 
does not require a license for the manufacture and sale of 
its game cartridges. 

AJT:sg 

cc: James H. Levy 

Arthur Schneiderman 

Very truly yours, 

FLEHR, HOHBACH, TEST, 
ALBRITTON & HERBERT 

' 

--------~~-.-.-.-.~- ~~-------------------~~---------~~ ·.·. -
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:lke 1!JIIag.navox eolnpang 

:i60 WHITE PLAINS ROAD 

TARRYTOWN. NEW YORK 105~1 

1700-0198 

Mr. Aldo J. Test 
Fl ehr, Hohback, Test, 
Albritton & Herbert 
Suite 3400 
Four Embarcadero Center 
San Francisco, CA 94111 

Dear Mr. Test: 

June 26 , 1981 

Re: Activision - 1703-0198 

This is in response to your letter of June 10, 1981. 

(914) 332.0222 

As you stated in your letter, the claims of re-issue patent 
28,507 are directed to a cornbintation and, as such, a licensed 
product would be a combination manufactured, used and/or sold 
under the aegis of a val1d license agreement. With respect to 
pr0grarnrnable video games, each combination of a "game car tridge" 
when installed in a "control unit", e.g. the Atari console, 
which allows a user to play an infringing game would then be 
the subject matter of a license under re-issue patent 28,507. 

It is inconceivable to us how you can advise your client 
.Activision,that the license to Atari would encompass any 
combination of a "game cartridge" along with the Atari con­
sole which would allow one to play an infringing game, when 
the infringing game combination was not sold by the Licensee 
Atari. It should be noted that the license to Atari only 
inures to game combinations sold by Atari. 

It w·ould therefore be in your client's best interest to 
adVise them that if they want to avoid a suit for infringe­
ment, which in the alternative will be pursued, a license 
agreement with The Magnavox Company is then a necessity. 

. . ·. ~ .. ~ .... . .-· .. 

. · .. ·: . .:.-. - . .. . . - . : __ ... 
• • : .. ·.. I-~ .: • ',. 

·. · _:· · -·. ·very truly yours, 

I • ·:_~ • • • • • ':· ::..:, .:, : :~: ,.: ·. ! -~~:!:·:~· .. · • o . : .. ·: ~. 
.- - .. -. ·-····-. ·. · .. . . :·..,·: . . . . . . . . --·:. 

·.... · .. .,. - . 
.. .· ·. ..: .· ... - ... 

.: .: •• -~-- . 0 •• ·· -·-. 
. . · .. . · Edward w. Goodman 

Licensing Counsel 

-· 
EWG/jrw 
cc: J.H. Levy- Activision 

~-. '·• 

· ... . . 

-----------~--~~~-------------~--------~--------~----
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FLEHR, HOHSACH, TEST, ALBRITTON & HERBERT 
ATTORNEYS AT LAW 

HA,.OI.D C:. HOHBAC:M 
AL.DO ,J. TltlJT 

PATENTS, TRADEMARKS AND COPYRIGHT-a 

EL.MCfli' S. AL.IS"I'l~ON 
THOMAS 0 . HC,.IICIIT 
MILTON W. SCMI.CMMCIII 
D O NALD N. ,....._CINTOSH 
JCRRT 0 . W,_IOHT 
COWARD S . WRIGHT 
DAVID .J. IIFICZHitlll 
A tCHAAO C . 8AC"US 
DAVID C. I.OVC.JOT 
S T CPHCH lt. BAL.DWIN 
STCPHCN c;. SHUfll 
HtNAY lt . WOODWAIIIO 
NANCY E . MA,.TIN 
I.OWCI.I. C . IICROSTitDT 
WtLLIAM ,J. COAN HI 
"I:OINAI.D ,J.. lJUTAT 

f-Ir. Edward W. Goodman 
Licensing Counsel 
The Nagnavox Company 
580 h~ite Plains Road 
Tarrytown, New York 10591 

SUIT£ 3-400 

,-ouR EMeARCAOERO CENTEit 

SAN ,-RANCISC01 CAUF"ORNIA g-4111 

(-415) 7e1 -1eee 

July 15, 1981 

Re: Our File: G-36862/AJT 
Activision - 1703-0198 

Dear Mr. Goodman: 

P'AUI. D. ,.LCHIII 
.. ARCUS I.OTH,.OP' 

IIATI.OA 0 . " 'D DCI.I. 
O,.CO\INai:L. 

C.AIILE : "LEHRS,. 

TWx : litO 372 · 8888 

,.LEHIII S,.O 

PENINSULA Of"f"ICE 

280 5HCAIOAN AVCNUI: 

P.AI.O .ALTO, C.ALif". G"308 

("115) 328-07 .. 7 

This is in response to your letter of June 26, 1981. 

In your letter you take the position that ~~ combination 1!~1 
of a game cartridge along with an Atari Console would result in / 
infringement of your company's patent. We have read the claims of 
the issued Patent 28,507 and find that all of the claims are directed 
to hardware supplied by Atari·. Our client merely supplies software, 
which programs the Atari console. Since the patent only contains 
claims to apparatus we wonder how our client's cartridge is considered 
a part of the claimed combination. We would appreciate your comments. 

We also note from your -letter of May 18; 1981 that of all 
the games sold by our client you have singled out Fishing Derby and 
Boxing as combinations which allegedly infringe your claims. We are 
unclear as to which claims are involved. Would you please list those 
claims which you believe are infringed. Would you also please indicate 
why certain games are believed to be infringing and others are not. We 
ask this especially in view of the fact that in the present letter you 
state that~ combination of a game cartridge with an Atari machine 
would be an infringement. This appears to us to be a change of position. 

Along with the other options available to our client it would 
like to consider the standard license terms you offer to the industry. 
Would you please provide us with a copy of your standard license agree­
ment for cartridge manufacturers. -~ . , 

- ~ •' e '"' 

.... . . 
' ; - . 

AJT:ht 
cc: Mr. Jim Levy 

· Very truly~ 

('{,~~~~ ~')r/~ HOHBACH, TE"ST,·) 
. r- or '---AL RI'J!TON & HERBERT_./ ....-

A .JAr i tr-' ~ - ·- ··------.-

' "'­/.f< , .-

.ft 

r, ( ,.....,_ . 
. ;:!( 

~---------~ ------~----~----~~~~--------~~------------~--
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NONEXCLUSIVE SUBLICENSE AGREEMENT 
FOR 

HOME VIDEO GAME DEVICES 

AGREEMENT, having an effective date of , by and 

between THE MAGNAVOX COMPANY (hereinafter called LICENSOR), a 

corporation of the State of Delaware, U.S.A., havin9._a P!~ce'-of A 
/ZJ<? ~4--"';;.-t ~ ~,.J S'tre~-i' !Je..u 'rl."lk...;f-lcw y.,r"-, "!$. ,1 11)"/7 

business at 1700 Magnavox-way;-For-t-wa/ne.,--Ind·ian·a·;-l.r:s-:A-.-;-4~and 

(hereinafter called LICENSEE), 

W I T N E S S E T H 

WHEREAS, LICENSOR is the exclusive licensee under a plurality of 

patents and patent applications, the titles of which reside in Sanders 

Associates, Inc. (hereinafter called SANDERS), a corporation of the 

State of Delaware, u.s.A., having an office at Daniel Webster Highway 

South, Nashua, New Hampshire 03061; 

WHEREAS, LICENSOR has the exclusive right under an Agreement 
. 

dated January 27, 1972, as amended by a Supplemental Agreement 

effective January 1, 1976, between itself and SANDERS (hereinafter 

referred to as OTHER LICENSE AGREEMENT) to grant licenses under such 

plurality of patents and applications; and 

WHEREAS, LICENSEE desires a nonexclusive sublicense under certain 

patents of such OTHER LICENSE "AGREEMENT. 
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NONEXCLUSIVE SUBLICENSE AGREEMENT 
FOR 

HOME VIDEO GA11E DEVICES 

AGREEMENT, having an effective date of , by and 

between THE HAGNAVOX COMPANY (hereinafter called LICENSOR), a 

corporation of the State of Delauare, U.S.A., having a place of 

business at 100 East 42nd Street, New York, New York, U.S.A. 10017 and 

(hereinafter called LICENSEE), 

W I T N E S S E T H 

WHEREAS, LICENSOR is the exclusive licensee under a plurality of 

patents and patent applications, the titles of which reside in Sanders 

Associates, Inc. (hereinafter called SANDERS), a corporation of the 

State of Dela\;are, u.s.A., having an office at Daniel llebster Highway 

South, Nashua, Neu Hampshire ·930611 

WUEREAS, LICENSOR has the exclusive right under an Agreement 

dated January 27, 1972, as amended by a Supplemental Agreement 

effective January 1, 1976, between itself and SANDERS (hereinafter 

referred to as OTHER LICENSE AGREEMENT) to grant licenses under such 

plurality of patents and applications; and 

WHEREAS, LICENSEE desires a nonexclusive sublicense under certain 

patents of such OTHER LICENSE AGREEMENT. 

-1-
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NOW, THEREFORE, for and in consideration of the mutual 

understanding and obligations herein set forth, the parties hereto 

agree as follows: 

ARTICLE I 

DEFINITIONS 

1.01 As used herein, the following terms shall have the following 

meanings: 

(a) LICENSED PRINCIPAL PATENTS shall mean the following 

Patents: 

United States 
Patent No. 

3,497,829 
3,599,221 
3,659,284 
3,659,285 
3,737,566 
3,778,058 
3,829,095 
RE 28,507 
RE 28,598 
3, 9 21,161 

Issue Date 

02/24/70 
08/10/71 
04/25/72 
04/25/72 
06/05/73 
12/11/73 
08/13/74 
08/05/75 
10/28/75 
11/18/75 

and any and all reissues, divisions, continuations and extensions of 

any such Patents. 

(b) LICENSED SECONDARY PATENTS shall mean the Patents and Patent 

Applications of Argentina, Australia, Belgium, Canada, France, Great 

Britain, Greece, Holland, Hong Kong, India, Israel, Italy, Japan, 

Mexico, Singapore, Spain, Sweden, Switzerland, Venezuela, West 

Germany, and West Malaysia which are set forth on the Attached Exhibit 

A, and any and all reissues, divisions, continuations and extensions 

of any such Patents and Patent ~pplications in such Countries. 
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(c) LICENSED PATENTS shall mean both LICENSED PRINCIPAL PATENTS 

and LICENSED. SECONDARY PATENTS. 

(d) LICENSED PRODUCT shall mean any consumer or home electronics 

type game apparatus (including housing, power-supply, controls and 

means of a ttachment to a televis i on r eceiver or monitor), which 

employs apparatus, circuits, systems, methods o~ improvements covered 

by one or more of LICENSED PATENTS (as defined above), with such 

coverage be ing determined by and to the extent of that provided by the 

law of the country of Licensed Patent issuance for the generation, 

display, control, manipulation, and use of symbols, geometric figures, 

or other objects on cathode ray tubes such as television-type 

displays. The term LICENSED PRODUCT as used herein shall not include 

any apparatus, circuits, systems, me thods or improvements cove r ed by 

LICENSED PATENTS for coin-operated amusement games or other type of 

comme rcial amusement games not intended primarily for home use, and 

further shall not include in its meaning any apparatus, circuits, 

systems, methods or improvements covered by LICENSED PATENTS for a 

home game built into or provided as an integral -part of a television 

receiver. If any home game which is not a LICENSED PRODUCT comprises 

a LICENSED PRODUCT when considered in combination with an accessory 

unit (such as a toy pistol or rifle) which is removably connectable to 

such home game, one such accessory unit which is not sold with a home 

game (the total of which are hereinafter referred to as the first 

quantity) shall, for royalty determining purposes, be considered in 

c ombination with such a home game as comprising a LICENSED PRODUCT 
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notwithstanding such accessory unit is not sold with such home game. 

The term LICENSED PRODUCTS as used herein shall include LICENSED 

P ROGRAMHABLE PRODUCTS 1 LICENSED PROGRAMS 1 and LICENSED NON-PRO­

GRAMMABLE PRODUCTS. A LICENSED PROGRAMMABLE PRODUCT shall be a home 

game comprising a LICENSED PRODUCT which incl ude s a con trol unit ( such 

as a microprocessor) and one memory unit or circuit element (either 

residing and incorporated in the housing of the control unit or 

removably connectable thereto) which when connected together for 

operation comprises, in combination, apparatus, circuits, systems, 

methods or improvements covered by one or more of LICENSED PATENTS. 

Each such control unit being capable of having more than one memory 

unit or circuit element connected for operation with it whereby a 

purchaser of a LICENSED PROGRAliMABT~E PRODUCT can program it 

differently depending upon which memory unit or circuit element he 

connects with the control unit. If any control unit does not have at 

least one memory unit or circuit element residing and incorporated in 

its housing, such that a combination exists in that housing which 

comprises a LICENSED PROGRAMM~BLE PRODUCT, one unincorporated such 

memory unit or circuit element (the total of which are hereinafter 

referred to as the second quantity), whether or not sold together with 

a control unit shall, for royalty determining purposes, be considered 

in combination with such a control unit as comprising a LICENSED 

PROGRAMMABLE PRODUCT. LICENSED ACCESSORY shall mean each accessory 

unit in excess of those of the first quantity which is not sold with a 

home game and which when connected for operation with a home game 

-4-
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comprises in combination therewith apparatus, circuits, systems, 

methods or improvements cov~red by one or more of LICENSED PATENTS. 

LICENSED PROGRAM shall mean each memory unit or circuit element not 

incorporated in the housing of a control unit, in excess of those of 

the ~econd quantity, which when connected for operation with a control 

unit comprises in combination with the control unit a LICENSED 

PROGRAMMABLE PRODUCT. LICENSED NON-PROGRAMMABLE PRODUCTS shall 

include any home game comprising a LICENSED PRODUCT which does not 

come within the definition of LICENSED PROGRAMMABLE PRODUCT, LICENSED 

ACCESSORY or LICENSED PROGRAM. 

(e) NET SELLING PRICE for each LICENSED PRODUCT shall mean the 

invoice price of the equipment comprising each LICENSED PRODUCT, 

F.O.B. Inland Carrier at Factory of LICENSED PRODUCT manufacture. All 

invoice prices hereunder shall be determined after deduction of trade 

and quantity discounts but before deducting any other item and shall 

be understood not to include commodity taxes, insurance premiums for 

transportation, transportation costs and special packaging costs 

charged for separately, if any • 

(f) TERRITORY shall mean The United States of America. 

(g) DOLLARS shall mean United States of America Dollars. 

(h) SUBSIDIARY shall mean any corporation (including any legal 

entity similar thereto) or other kind of business organization in 

which LICENSOR or LICENSEE, as the case may be, now or hereafter 

during the term of this Agreement has a •controlling interest•. The 

term SUBSIDIARY also includes any other corporation or other kind of 

business organization in which such a corporation or business 
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organization controlled by said LICENSOR or LICENSEE, now or, hereafter 

during the term of this Agreement has a "controlling interest". 

"Controlling interest" in the case of a corporation or business 

organization shall mean direct or indirect ownership or control by 

LICENSOR or LICENSEE of that number of the shares of sai~ corporation, 

entity, or organization which represents the right to elect a majority 

of the directors of the corporation, or persons performing similar 

functions: and in the case of any other kind of business organization, 

it means that direct or indirect ownership or control of the capital 

thereof, or other interest therein, by or through which LICENSOR or 

LICENSEE exercises or has the power to exercise in any manner, 

directly or indirectly, control or direction thereof. 

ARTICLE II 

LICENSES AND RIGHTS 

2.01 LICENSOR hereby grants to LICENSEE, subject to the reservations 

and conditions set forth herein, a nonexclusive license under LICENSED 

PRINCIPAL PATENTS, without th~ right to sublicense, to make and have 

made LICENSED PRODUCTS in and for the TERRITORY and a nonexclusive 

license under LICENSED PRINCIPAL and SECONDARY PATENTS, without the 

right to sublicense, to use and sell LICENSED PRODUCTS made or had 

made by LICENSEE hereunder in the Countries of Argentina, Australia, 
. 

Belgium, Canada, France, Great Britain, Greece, Holland, Hong Kong, 

India, Israel, Italy, Japan, Mexico, Singapore, Spain, Sweden, 

Switzerland, United States of America, Venezuela, West Malaysia and 

West Germany. 
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2.02 Nothing herein shall be construed as preventing or restricting 

either party from manufacturing, using, or selling any product in any 

country or territory, it being understood, however, that no licenses 

under patents expressed or implied, are hereby granted except under 

LICENSED PRINCIPAL and SECONDARY PATENTS as defined in Paragraphs 1.01 

(a) and (b) of Article I, and to the extent set forth in Paragraph 

2.01 of this Article II. 

2.03 LICENSOR hereby warrants that it has the right to grant the 

license herein granted to LICENSEE. 

ARTICLE III 

CONSIDERATION 

3.01 In consideration of the nonexclusive licenses herein granted by 

LICENSOR to LICENSEE, LICENSEE agrees to and shall make payment to 

LICENSOR as follows: 

(a) An initial payment of One Hundred Thousand DOLLARS 

($100,000) due and payable to LICENSOR thirty (30) days after 

execution of this Agreement. This initial payment shall be considered 

as an advanced nonreturnable royalty payment creditable for royalties 

which are due or become due under the non-exclusive license. 

(b) A basic royalty for the Patent License based on a percentage 

of the NET SELLING PRICE for each LICENSED PRODUCT made, had made, 

-7-
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used, sold, leased, or otherwise disposed of (except as scrap) under 

any of the LICENSED PRINCIPAL PATENTS on and after the effective date 

of this Agreement as follows: 

(i) Five Percent (5%) of the NET SELLING PRICE for each 

such LICENSED PRODUCT for the first Two Hundred Fifty Thousand 

(250,000) such LICENSED PRODUCTS made, had made, used and/or sold 

under this AgreementJ 

(ii) Four Percent (4%) of the NET SELLING PRICE for the 

next Two Hundred Fifty Thousand (250,000) such LICENSED PRODUCTS made, 

had made, used and/or sold under this Agreement: and 

(iii) Three Percent (3%) of the NET SELLING PRICE for each 

such LICENSED PRODUCT in excess of Five Hundred Thousand (500,000) 

such LICENSED PRODUCTS made, had made, used and/or sold under this 

Agreement. 

(c) A royalty for the Patent License based on a percentage of 

the NET SELLING PRICE for each such LICENSED PRODUCT used, sold, 

leased or otherwise disposed of (except as scrap) under any of the 

LICENSED SECONDARY PATENTS outside the TERRITORY, said percentage 

being One Percent greater than the applicable percentage for the basic 

royalty as set forth in Paragraph 3.01 (b) above. 

(d) A credit shall be allowed against the royalty payable under 

subparagraph 3.01 (c) in an amount equal to any basic royalty paid 

under subparagraph 3.01 (b) for the same LICENSED PRODUCT. 

.·· 
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ARTICLE IV 

MAXIMUM AND MINIMUM ROYALTY SCHEDULES 

4.01 Should any computed royalty payable by LICENSEE to LICENSOR 

under the pr ovisions of s ubpa r agraphs 3 . 01 (b) and (c) hereof for 

LICENSED NON-P ROGRAMMABLE PRODUCTS be le s s than the follow i ng minimum 

royalty dur i ng the term of this Agre ement, then LICENSEE shall make 

payme nt of the applicable minimum r oyalty in lieu of s a id computed 

royalty as follows: 

Minimum Royalty 

$0.50 per LICENSED PRODUCT 

4.02 Should any computed royalty payable by LICENSEE to LICENSOR 

under the proVisions of subparagraphs 3.01 (b) and (c) hereof for 

LICENSED PROGRAMMABLE PRODUCTS be either more than a maximum royalty 

of $1.50 per LICENSED PROGRAMMABLE PRODUCT or less than a minimum 

royalty of $1.00 per LICENSED PROGRAMMABLE PRODUCT during the term of 

this Agreement, then LICENSEE shall make payment of the respective 

maximum or minimum royalty fo~ those LICENSED PROGRAMMABLE PRODUCTS in 

lieu of said computed royalty. 

ARTICLE V 

PAYMENTS 

5.01 All payments made by LICENSEE to LICENSOR are to be in United 

States DOLLARS, or any other currency acceptable by LICENSOR, at their 

offices in New York, State of New York, United States of America. 

-9-
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5.02 LICENSEE shall make timely withholding and payments to 

appropriate authorities in the TERRITORY for the account of LICENSOR 

of any applicable withholding taxes or any other appropriate 

governmental taxes due from payments remitted by LICENSEE to LICENSOR. 

LICENSEE shall see that LICENSOR is given full credit with the 

appropriate g?vernment a uthorities for having paid such taxes and 

shall send to LICENSOR an official ret urn and rece ipt reflecting s uch 

payments • 

ARTICLE VI 

REPORTING OF ROYALTIES 

6.01 LICENSEE, within thirty (30) days after and as of the end of 

each calendar quarter of each year during the term of this Agreement, 

shall furnish to LICENSOR a royalty report specifying: 

(a) the total number of LICENSED PRODUCTS which have been made, 

had made, used, sold, or otherwise disposed of (except as scrap) in 

any country by LICENSEE, on a country by country basis, during the 

preceding calendar quarter, 

(b) in separate listings the number and types of LICENSED 

PROGRAMMABLE PRODUCTS, LICENSED ACCESSORIES, LICENSED PROGRAMS and 

LICENSED NON-PROGRAMMABLE PRODUCTS used and/or sold during the 

preceding calendar quarter and the prices thereof upon which royalties 

are based; 

(c) the amount or amounts due to LICENSOR, 

(d) the taxes of any government withheld and paid on behalf of 

LICENSOR pursuant to Paragraph 5.02 above. 

-10-
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6.02 Each report so submitted or submitted_under the terms of 

Paragraph 6.03 below shall be acompanied by the payments due to 

LICENSOR. 

6.03 The first such royalty report shall be furnished to LICENSOR 

within thirty (30) days after this Agreement is signed by both parties 

and shall cover and include all LICENSED PRODUCTS made, had made, 

used, sold, or otherwise disposed of (except as scrap) by LICENSEE and 

its SUBSIDIARIES from the effective date of this Agreement. 6.04 

LICENSEE agrees to make a written report to LICENSOR within thirty 

(30) days after the date of any termination by LICENSEE of any license 

under a LICENSED PATENT received by LICENSEE under this Agreement and 

within thirty (30) days of the termination of this Agreement howsoever 

arising, stating in such report the number and NET SELLING PRICES of 

all LICENSED PRODUCTS sold or otherwise disposed of and the number of 

LICENSED PRODUCTS manufactured but not sold or otherwise disposed of, 

and upon which royalty not previously reported to LICENSOR is payable 

in consequence of such LICENSED PATENT(S). 

6.05 LICENSEE shall retain, for a period of six (6) years after 

making a royalty report, the records, files and books of account 

prepared in the normal course of business, which contain data 

reasonably required for the computation and verification of the 

amounts to be paid and the information to be given in such report. 

LICENSEE shall permit the reasonable inspection, at reasonable times 

-11-
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during normal business hours, at LICENSOR'S expense, of such records, 

files and books of account by a certified public accountant acceptable 

to LICENSEE. Said accountant shall be permitted to inspect said 

records, files, and books and LICENSEE shall give said accountant such 

other information as may be necess ary and prope r to enable the amounts 

of payments payable hereunder to be accurately ascertained. Neither 

LICENSOR nor said accountant shall disclose to anyone, directly or 

indirectly, any of the information which they obtain as a result of 

any such inspection, and such accountant shall report to LICENSOR only 

the amount of royalty due and payable. 

6.06 LICENSEE shall pay interest at the rate of One and One-Half 

Percent (1-1/2%) per month on any sums due from LICENSEE to LICENSOR 

and not paid by their due date. 

6.07 In order to insure to LICENSOR the full royalty payments 

contemplated hereunder, LICENSEE agrees that, in the event any 

LICENSED PRODUCTS shall be sold (1) to a corporation, firm, or 

association which, or individ.ual who shall own a controlling interest 

in LICENSEE by stock ownership or otherwise, or (2) to a corporation 

firm or association in which LICENSEE or stockholders of the LICENSEE, 

or any subsidiary company of the LICENSEE shall own, directly or 

indirectly, a controlling interest by stock ownership or otherwise, or 

(3) to a corporation, firm, or association with which, or individual 

with whom LICENSEE Qr its stockholders or subsidiary companies shall 

have any agreement, understanding, or arrangement (such as, among 

-12-
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other things, an option to purchase stock, or an arrangement involving 

a division of profits or special rebates or allowances) without which 

agreement, understanding, or arrangement, prices paid by such 

corporation, firm, association, or individual for LICENSED PRODUCTS 

would be higher than the NET SELLING PRICE reported by the LICENSEE, 

or if · such agreement, understanding, or arrangement results in 

extending to such corporation, firm, association, or individual lower 

prices for LICENSED PRODUCTS than those charged to outside concerns 

buying similar merchandise in similar amounts and under similar 

conditions, then, and in any of such events, the royalties to be paid 

hereunder in respect of such LICENSED PRODUCTS shall be based upon the 

NET SELLING PRICE at which the purchaser of LICENSED PRODUCTS so sold 

resells such PRODUCTS rather than upon t~e NET SELLING PRICE of the 

LICENSEE; provided, however, that the LICENSEE shall not be obligated 

under the foregoing to pay royalty based upon selling prices in excess 

of the standard net selling price at which it or any of the 

organizations or individuals associated with it as specified in this 

Paragraph shall sell LICENSED . PRODUCTS to any wholly independent 

jobber or distributor. 

ARTICLE VII 

TERM AND TERMINATION 

7.01 The word •termination• and cognate words such as •term• and 

•terminate• used in this Article VII are to be read, except where the 

contrary is specifically indicated, as omitting from their effect the 

-13-
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following rights and obligations, all of which shall survive any 

termination to the degree necessary to . permit their complete 

fulfillment or discharge: 

(a) LICENSEE's obligation to supply a terminal report in respect 

to t e r mi nated r i ghts as specified in Sect ion 6.04 of Article VI. 

·(b) LICENSOR's right to receive or recover and LICENSEE'S 

obligation to pay royalties accrued or accruable for payment at the 

time of any termination. 

(c) LICENSEE's obligation to maintain records and LICENSOR'S 

right to conduct a final audit as provided in Section 6.05 of Article 

VI. 

(d) Licenses under LICENSED PRINCIPAL and SECONDARY PATENTS 

running in favor of customers or transferees of LICENSEE in respect 

to LICENSED PRODUCTS sold or transferred by LICENSEE prior to any 
. 

termination of this Agreement or of any license arising under this 

Agreement, subject to payment by LICENSEE of any royalties payable 

with respect to such LICENSED PRODUCTS. 

(e) any cause of action . or claim of either party, accrued or to 

accrue, because of any breach or default by the other party. 

7.02 Unless otherwise terminated as provided in Sections 7.03,7.04 or 

7.05 of this Article VII, this Agreement shall run to the end of the 

life of the last to expire of the LICENSED PRINCIPAL and SECONDARY 

PATENTS and shall thereupon terminate. 

-14-
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7.03 At any time after---------------------- LICENSEE shall have 

the right to terminate this Agreement as a whole or its license and 

concomitant future obligations in respect to any LICENSED PRINCIPAL 

and SECONDARY PATENTS, provided there is no default hereunder, by 

ninety (90) days written notice to LICENSOR; but such termination 

shall· not operate to relieve LICENSEE from its obligation to make a 

termination report hereunder or from its liability for payment of 

royalties on sales made hereunder prior to the date of such 

termination. 

7.04 Unless otherwise specified herein, if either LICENSOR or 

LICENSEE shall default in the performance of any of the terms and 

provisions of this Agreement to be performed by it, and such default 

shall not be cured within sixty (60) days after written notice of such 

default is given by the nondefaulting party to the defaulting party, 

then at any time after the expiration of such sixty (60) days, the 

nondefaulting party may give written notice to the defaulting party of 

its election to terminate thi~ Agreement. Thereupon, this Agreement 

shall terminate on the date specified in such notice, which shall not 

be less than thirty (30) days following the receipt of such last 

mentioned notice. Such right of termination shall not be exclusive of 

any other remedies or means of redress to which the nondefaulting 

party may be lawfully entitled, it being intended that all such 

remedies be cumulative. 

7.05 If either LICENSOR or LICENSEE should be dissolved, or should 

file a voluntary petition in bankruptcy, or an order should be entered 

-15-
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pursuant to any law relating to bankruptcy or insolvency appointing a 

receiver or trustee for said party, then LICENSOR or LICENSEE, as the 

case may be, within sixty (60) days thereafter may give written notice 

to the party filing such petition in bankruptcy or subject to such 

order of its desire to terminate this Agreement. Thereupon, this 

Agreement shall terminate on the date specified in such notice, which 
. 

shall not be less than thirty (30) days following the filing of such 

notice. 

ARTICLE VIII 

NO LEGAL REPRESENTATION 

8.01 Nothing contained in this Agreement shall be construed as 

conferring any license or right with respect to any trademark, trade, 

or brand name, the corporate name of either party or any of its 

subsidiaries, or any other name or mark, or any contraction, 

abbreviation, or simulation thereof • 

. ARTICLE IX 

DISCLAIMER OF WARRANTIES-SAVE HARMLESS 

9.01 To the best of LICENSOR's knowledge, all LICENSED PRINCIPAL and 

SECONDARY PATENTS are valid, but LICENSOR does not guarantee the 

validity thereof. LICENSOR further does not warrant that the 

manufacture, use, installation, or sale by LICENSEE of the LICENSED 

PRODUCTS does not or shall not infringe the patents or other rights of 

persons not a party hereto. LICENSOR shall promptly advise LICENSEE 

-16-
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of any notice received by LICENSOR of any claimed infringement. 

LICENSOR shall not be obliged to defend or hold LICENSEE harmless 

against any suit, claim, demand, or action based on actual or alleged 

infringement of any patents or other rights be longing to persons not a 

party to this Agreement. Any such infring ement by LICENSEE shall not 

relieve it from performance of its obligations hereunder. 

9.02 LICENSOR hereby disclaims any and all liability or responsibility 

whatsoever for any loss or damage arising out of the production, 

design, sale, installation, or use of LICENSED PRODUCTS manufactured 

or sold by LICENSEE under this Agreement. LICENSOR does not warrant 

that such LICENSED PRODUCTS are or will be of merchantable quality or 

fit for any particular purpose for which they may be bought or used. 

ARTICLE X 

INFRINGEMENT BY THIRD PARTIES 

10.01 LICENSEE shall promptly inform LICENSOR upon learning of any 

infringement of LICENSED PATEN~S. 

10.02 LICENSOR agrees to bring and prosecute such suits for 

infringement of the LICENSED PATENTS as may reasonably be necessary to 

protect unlicensed competition from materially interfering with the 

business of LICENSEE hereunder.· However, LICENSOR shall not be 

obligated to bring more than one such suit at a time, or against more 

than one type of infringing device at a time. 

-17-
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ARTICLE XI 

SUBSIDIARIES 

11.01 This Agreement shall be binding upon and inure to the 

benefit of the SUBSIDIARIES and successors of each party hereto. It 

shall not be otherwise assignable by either of the parties hereto, in 

whole or in part, to any third party whatsoever, nor shall the rights 

hereof of either of the parties hereto otherwise be or become in any 

way, directly or indirectly, transferable or available to, or 

divisible or capable of being shared with, or inure to the benefit of 

any third party without the prior written consent of the other party 

hereto. 

11.02 LICENSEE shall be r e sponsible for, and hereby assumes full 

liability in respect of all royalty reports and payments for all 

LICENSED PRODUCTS made, made for, used, sold, or otherwise disposed of 

by its SUBSIDIARIES during the term of this Agreement. 

AATICLE XII 

MARKING 

12.01 LICENSEE agrees to mark all LICENSED PRODUCTS sold by it under 

the license herein granted with the word •patents• or •patent•, 

respectively, and the numbers or number of the applicable patents or 

patent of the country of sale. LICENSOR shall give LICENSEE timely 

notice of any additional patents issuing pertaining to LICENSED 

PRODUCTS. 

-18-
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ARTICLE XIII 

CONVERSION OF LICENSOR LICENSE 
WITH SANDERS TO A NONEXCLUSIVE LICENSE 

13.01 In the event that LICENSOR converts its license from SANDERS in 

the u.s.A. to a nonexclusive license, then LICENSEE shall from the 

date of notice of such conversion to a nonexclusive license, consider 

SANDERS the LICENSOR in this Agreement and shall make all payments and 

be responsible for all obligations under this Agreement to SANDERS. 

ARTICLE XIV 

NOTICES 

14.01 Any notice or request required or permitted to be given under 

or in connection with this Agreement or the subject matter hereof 

shall be deemed to have been sufficiently given when, if given to 

LICENSEE, it shall be addressed to 

and when, if given to LICENSOR, it shall be addressed to 

Director of Licensing 
The Magnavox Company 
100 East 42nd Street 
New York, New York 10017 

-19-
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and in each case sent by Registered Mail, postage prepaid. The date 

of receipt shall be deemed to be the date on which such notice or 

request has been given. Either party may give written notice of a 

change of address; and after notice of such change has been received, 

any notice or request shall thereafter be given to such party as above 

provided at such changed address. 

ARTICLE XV 

WAIVER--SEVERABILITY 

15.01 Waiver--The Waiver by either party of a breach or default in 

any of the provisions of this Agreement by the other party shall not 

be construed as a waiver by such party of any succeeding breach of the 

same or other provisions; nor shall any delay or omission on the part 

of either party to exercise or avail itself of any right, power, or 

privilege that it has or may have hereunder operate as a waiver of any 

such right, power or privilege by such party. 

15.02 Severability--If any term, clause or provision of this . 
Agreement shall be judged to be invalid, the validity of any other 

term, clause, or provision shall not be affected; and such invalid 

term, clause, or provision shall be deemed deleted from the contract. 

-20-
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ARTICLE XVI 

GOVERNING LAW 

16.01 This Agreement shall be governed by and construed, and any 

claim or controversy ar1sing with respect thereto shall be determined, 

in accordance with the laws and in the competent courts of New York. 

ARTICLE XVII 

COMPLIANCE BY PARTIES WITH LAWS 
OF THEIR OWN GOVERNMENTS 

17.01 LICENSEE shall at all times comply, at its own expense, with 

all applicable laws, regulations, and orders of t~e government of the 

United States of America and all departments, instrumentalities, or 

political subdivisions thereof, relating to or in any way affecting 

this Agreement and the performance by LICENSEE and/or LICENSOR 

hereunde r. LICENSEE shall, at its own expense, negotiate and obtain 

any approval, license, or permit it may need in the performance of its 

obligations1 shall declare, record, or take such other steps as 

required to render this Agreement binding; and shall make all payments 

required of it under this Agreement. 

17.02 LICENSOR shall at all times comply, at its own expense, with 

all applicable laws, regulations, and orders of the Government of the 

United St~tes of America, and of all states, departments, 

instrumentalities, or political subdivisions ther~of, relating to or 

-21-
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in any way affecting this Agreement and the performance by LICENSOR 

and/or LICENSEE hereunder. 

ARTICLE XVIII 

ASSIGNMENT 

18.01 Except as otherwise provided herein, LICENSEE shall not assign, 

transfer, sublicense, sublet, or encumber its interest in this 

Agreement or rights granted herein in any manner without the written 

consent of LICENSOR. 

ARTICLE XIX 

INTEGRATION 

19.01 This instrument contains the entire and only agreement beh1een 

the parties for the TERRITORY and supersedes all pre-existing 

agreements between them respecting its subject matter. No 

modification, renewal, extension, waiver, and (except as provided in 

Article VII hereof) no termination of this Agreement or any of its 

provisions shall be binding upon the party against whom enforcement of 

such modification, renewal, extension, waiver, or termination is 

sought, unless made in writing and signed on behalf of such party by 

one of its executive officers, or in the case of LICENSOR, by a duly 

authorized officer or the Director of Licensing. As used in this 

Article XIX the word wtermination• includes any and all means of 

bringing to an end prior to its expiration by its own terms this 

Agreement, or any provision thereof, whether by release, discharge, 

abandonment, or otherwise. 

-22-



• j 

------- ------- .. ·--------- - ----- -- ---- ---

ARTICLE XX 

MORE FAVORABLE TERMS 

20.01 In case LICENSOR shall grant a license under any LICENSED 

PRINCIPAL PATENTS under which a lice nse is granted here under to any 

manufacturer of consumer or home type amusement games i n the TERRITORY 

other than a company in which LICENSOR has a substantial interest, 

direct or indirect, such as N.V. Ph i lips Gloeilampenfabrieken, or any 

of its subsidiaries, which license will permit such company or 

manufacturer to manufacture and sell for any use within the scope of 

the lice nse herein granted at rates of royalty lower than that 

provided for in th i s Agreement ( e xcept i ng licenses the consideration 

for which consis ts in whole or in part of patent rights or other 

rights of such subs tantial value as in the opinion of LICENSOR are 

suff i cient to warrant a reduction in royalty rates below the rates 

provided for herein, or the acceptance of such rights in lieu of 

royalties), LICENSOR will promptly notify LICENSEE of the grant of 

such license and furnish it with a copy thereof, and LICENSEE shall 

have the option, at any time Within thirty (30) days after the 

submission to it of a copy of such l i cense agreement, to enter into a 

similar license agreement with LICENSOR anQ to substitute the same in 

place of this Agreement. 

IN WITNESS WHEREOF, the parties hereto cause their corporate 

names to be affixed by their respective duly authorized officers or 

representatives. 

-23-
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THE MAGNA VOX COMPANY 

By ________________________ ___ 

Attest : Title --------------------- ----
Date _______________________ __ _ 

LICENSEE 

By ________________________ ___ 

Attest: Title --------------------------
Date ---------------------------

-24-
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EXHIBIT A 
Page 1 

ARGENTINA 

Docke t No. Fil in9 No. Fi ling Date Patent No. I ssue Da te 

D-2401D 243,732 08/24/72 201,824 04/24/75 
D-2580 243,733 08/24/72 208,872 03/15/77 

AUSTHALIA 

Docket No. Filing No. Filin9 Date Patent No. 
/ 

Issue Date 

D-2401 52,329 03/21/69 440,524 03/27/74 
D-2401A 12,777 03/19/70 440,977 04/11/74 
D-2560 51,900 03/17/69 429,935 04/10/73 
D-2580 14,365/70 04/27/70 442,967 05/10/74 
D-2837 15,257 05/19/70 441,126 03/25/74 
o-3120A 68,922/74 05/14/74 478,656 04/15/77 

BELGIUM 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 --l'H thdrawn and refiled as D-2401A 
D- 2401A 79,290 09/19/69 739,124 03/19/70 
D-2560 71,443 03/18/69 730,002 09/18/69 
D-2580 89,546 05/27/70 751,008 11/27/70 
D-2837 92,892 08/17/70 754,932 02/17/71 
D-3120A 144,829 05/28/74 815,628 09/16/74 

CANADA 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 045,885 03/17/69 934,056 09/18/73 
D-2401A 069,111 12/05/69 948,400 06/04/74 
D-2560 045,884 03/17/69 895,028 03/07/72 
D-2580 075,965 02/26/70 920,160 01/30/73 

. i D-2580re 236,739 09/30/75 993,001 07/13/76 
D-2837 080,392 04/17/70 911,484 10/03/72 
D-2837A 141,190 05/03/72 927,864 06/05/73 
D-2837re 236,711 09/30/75 999,888 11/16/76 
D-2401re 286,872 09/16/77 
D-3120A 201,026 05/28/77 1,010,464 05/17/77 
D-3439 275,161 03/30/77 

---- -~--~- - ---·- ··- · --- ---
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FRANCE 

Docket No. Fi1 ing No. Fi1 ing Date Patent No. Issue Date 

D-2401 69.07714 03/18/69 69.07714 03/14/74 
D-2560 69.07715 03/10/69 69.07715 03/17/71 
D-2580 70/19,368 05/27/70 70.19368 07/12/76 
D-2837 70/29,530 08/11/70 70.29530 05/17/76 
D-3120A 74/18,382 05/28/74 74.18302 12/13/78 

GREAT BRITAIN 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 13,242 03/13/69 1,268,821 07/26/72 
D-2401A 43,036 09/08/70 1,260,022 07/26/72 
D-2560 13,243/69 03/13/69 1,255,224 03/29/72 
D-2500 25,007 05/22/70 1,318,051 09/19/73 
D-2500A 6324/73 05/22/70 1,319,410 10/03/73 
D-2337 38,506 08/10/70 1,328,223 12/27/73 
D-3120A 23712/74 05/29/74 1,472,480 08/31/77 
D-3439 16153/77 04/19/77 1,566,337 07/02/80 

GREECE 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401D 44 08/19/72 45,937 10/31/72 
D-2580 45 08/19/72 46,582 03/19/72 
D-2580re 4943 .. 08/01/74 51,156 01/17/75 
D-2401DR 57881 12/22/78 57,881 

HOLLAND 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 69/04775 03/14/69 153,404 09/17/77 
D-2560 69/03946 03/27/69 154,894 02/18/78 
D-2580 70/07591 05/26/70 152,422 06/16/77 

, .. D-2401A 77/06407 06/10/77 .. I 

D-3120A 74/06530 05/15/74 
l 
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HONG KONG 

Docket No. Reg:. No. Reg:. Date Patent No. Issue Date 

D-2401 75/1976 02/12/76 75/1976 02/12/76 
D-25~0A 76/1976 02/12/76 76/1976 02/12/76 
D-2837 77/1976 02/12/76 77/1976 02/12/76 
D-2401A 483/1977 09/22/77 403/1977 09/22/77 
D-2580 484/1977 09/22/77 484/1977 09/22/77 
D-3120A 578/1977 11/17/77 
D-3439 506/1980 09/11/80 

INDIA 

Docket No. Filing: No. Filing: Date Patent No. Issue Date 

D-24010 1531/72 09/28/72 136.499 09/28/72 

ISRAEL 

Docket No. Filing: No. Filing: Date Patent No. Issue Date 

D-2401 31,836 03/18/69 31,836 07/28/72 
··-- -· --

D-2401A 38,735 02/10/72 38,735 05/29/73 
D-2560 31,026 03/17/69 31,826 03/30/72 
D-2580 33,915 02/02/70 33,915 05/29/73 
D-2580A 41,011 12/06/72 41,011 05/29/73 
D-2837 34,263 04/08/70 34,263 05/29/73 
D-3120A 44,575 04/04/74 44,575 01/05/77 

ITALY 

Docket No. Filing: No. Filing Date Patent No. Issue Date 

D-2560 14,194A/69 03/17/69 961,012 12/10/73 
D-2401A 24,773A/70 05/18/70 897,269 11/15/71 
D-2580 24,954A/70 05/22/70 893,433 10/01/71 
D-2837 28,773A/70 08/19/70 901,545 01/03/72 
D-3120A 23,194A/74 05/27/74 1,019,625 11/30/77 

: D-3439 49,030A/77 04/20/77 . 
. . 

JAPAN 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 27,171/69 04/08/69 
D-2401A 46,828/70 05/30/70 765,636 07/11/74 
D-2560 21,204/69 03/18/69 768,992 11/08/74 
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JAPAU (CON'T) 

Docket No. Filing No. Fil ing Date Pa t e nt No. Issue Date 

D-258_0 44,900/70 05/27/70 778,416 00/12/74 
D-2580A 119828/74 10/16/74 852,060 11/12/76 
D-2837 71,143/70 08/12/70 811,493 09/12/75 
D-3120A 61,424/74 05/29/74 
D-3439 47,280/77 04/22/77 

KOREA 

Docket No. Filing No. Filing Da te Patent No. Issue Date 

D-3439 955/77 04/20/77 

MEXICO 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401C 136,581 06/28/72 141,144 02/13/80 
D-2580 136,584 06/28/72 140,468 10/30/79 
D-2837 136,583 06/28/72 141,091 01/29/00 

PHILLIPINES 

Docket No. Filing No. Filin~ Date Patent No. Issue Date 

D-3439 19601 03/30/77 

. SINGAPORE 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2580A 380/1975 10/17/75 380/1975 02/13/76 
D-2837 381/1975 10/17/75 381/1975 02/13/76 
D-3439 354/1980 08/14/80 354/1980 09/03/80 

~ . . . 
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S\'lEDEN 

Docket No. Filing No. Fi1 ing Date Patent No. Issue Date 

D-2560 3521/70 03/13/69 363,467 10/10/74 
D- 2530 6931 05/20/70 364,106 05/30/74 
D-2837 11,255/70 08/18/70 377,889 11/13/75 
D-2837A 15697-7 12/13/74 
D-3120A 74/070,442 05/28/74 7,407,044-2 05/18/77 
D-2401-1 7800417-3 01/13/78 7800417-3 01/22/81 
D-2401-1 7800418-1 01/13/78 7800418-1 01/22/81 
D-2401-3 7800419- 9 01/13/78 7800419-9 01/22/81 

'. 

SiiiTZERLAND 

Docket No. Fi1 ing No. Filing Date Patent No. Issue Date 

D-2560 4101 03/17/69 512.864 09/15/71 
D-2401A 4689/70 03/28/70 512.865 09/15/71 
D-2580 7,777/70 05/25/70 529.491 10/15/72 
D-2037 012,306/70 08/13/70 534.989 03/15/73 
D-3120A 7340/74 05/28/74 600,718 12/15/77 

VENEZUELA 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401D 1572-72 08/18/72 30.146 10/26/73 
D-2580 1571-72 ·'. 08/18/72 30.171 10/29/73 
D-2580A 2581-74 12/19/74 33,789 06/10/76 
0-2401DR 2119-77 11/04/77 34,070 

. ' . WEST .GERUAUY 

Docket No. Filing No. Filing Date Patent No. Issue Date 

D-2401 Pl917437.9 04/03/69 .. D-2401A Pl951848.0 12/10/69 1,951,848 06/12/74 ' : . D-2560 P1913722.5 03/18/69 1,913,722 03/10/78 • : t 
,; i D-2580 P2017312.0 04/10/70 2,017,312 01/10/74 I • 
i' D-2837 P2030959.5 06/23/70 2,030,959 12/20/73 . l 

~ D-3120A P2426249.5 05/29/74 2,426,249 06/13/80 
D-3439 P2314670.9 04/01/77 2,714,670 01/08/79 
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F"LEHR, HOHBACH, TEST, ALBRITTON & HERBERT 
ATTORNEYS AT LAW 

MA .. OLD C:. MDM8ACM 
ALDO ~ TE:ST 

PATENTS, TRADEMARKS AND COPYRIOHT8 ~AULD. ,.Lt:M"' 
lo4A,.CUS LOT><,.Oifl 
BATLO" Q , RIDDELL 

o, cou,.ect. 
SUITE 3400 

f'OUA EMISARCAOERO CENTV. 

I:V<I:" S. AL8"1TTON 
THOMAS O. HU,BC"'T 
Mti •. TON W. 5CHL,£NMCit 
DONALD II. ,.,.eiNTOSM 
JCAAT 0 . WfltiOHT 
E:DWA"O S . WI-.OMT 
DAVID .J. B"CZN£" 
R ICHARD £ , 84C .. US 
DAVIO L LOVI:..IOT 
STCPHLN C. BALDWIN 
STCPHtN C. SHE:A"' 
HCN~Y K. WOOOWA,_D 
N•NCY C . .. ARTIN 
LOWCLL C . BI:"GSTI:DT 
WILL.IAN .J. COA"'' Ill 
IOI:OINAL.O ..1. SUYAT 

SAN rRANCISCO, CAL.If'ORNIA Q4111 

~rr. Edward W. Goodman 
Licensing Counsel 

~ ~ The Magnavox Company 
U.:>P~...-IP~-T'l:;580 White Plains Road 

( ... 15) 781-11i108 

November 24, 1981 

Tarrytown, .N.Y. 10591 ,.,-~ 

!JC'Io1'•1j ~ .. ~ .. - ) ~ Re: Activisiqfi~703-012~-~ 
Our File~Jb8627AJT 

Dear Mr. Goodman: 

CAISL.E: ,.I.CHRS,. 

TWX : IiilO 372·151508 

,.LCHR S,.O 

PENINSULA Of"nCE 

2150 SHERIDAN AVENUE 

PALO At.TO, CAI.I,.. 101<4300 

(<415) 3ZI5 · 0747 

This is in response to your letter of September 
11, 1981 and our telephone discussion earlier this month • 

In our telephone discussion I advised you that 
our client had considered the license offered by Magnavox and 
had sought our advice regarding the validity and scope of 
the patent(s) being licensed. 

As you are aware, our client only manufactures 
and sells video game cartridges which are used in the licensed 
Atari Video Game System. Clearly there is no direct infringe­
ment under 35 USC 27l{a) since our client does not sell the 
combination covered by the claims in the patents under con­
sideration. In order to have contributory infringement there 
must be direct infringement. However, the Atari machines with 
which the cartridges are used are licensed and the license 
passes to the user on sale by Atari of the Video Game System. 
Thus, our opinion that our client does not require a license 
as previously expressed in our letter of June 10, 1981. 

Assuming arguendo that the combination is to be 
considered it is our opinion that there is no infringement 
under the holding of Digitronic Cortrlration v. New York 
Racing Association, Inc. 187 USPO 60 • 

We have also noted that the validity of the 
patents is being contested by others. The outcome of 
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