
1 PILLSBURY, MADISON & SUTRO 
ROBERT P. TAYLOR 

2 225 Bush Street 
Mailing Address P . O. Box 7880 

3 San Francisco, California 94120 
Telephone: (415) 983-1000 

4 
NEUMAN, WILLik~S, ANDERSON & OLSON 

5 THEODORE W. ANDERSON 
JAMES T . W:LLIAMS 

6 77 West Washington Street 
Chicago, Illinois 606C: 

7 (312) 346-1200 

8 Attorneys For Plaintiffs 
The Magnavox Company and 

9 Sanders Associates , Inc. 

( 

10 Jnited States D~strict Court For The 

11 

12 

13 

14 

Northern District of California 

THE MAGNAVOX COMPANY, a corporation, 
a nd SANDERS ASSOCIATES , INC., a 
corporation, 

Plaintiffs, 

v. 

ACTIVISION, INC . , a corporation, 

Defendant. 

) 
) No. C 82 5270 TEH 
) 
) AFFIDAVIT OF 
) CHARLES S. PAUL 
) 
) 
) 
) 
) 
) 
) 
) 

15 

16 

17 

18 

19 

20 

21 

_____________________________________ ) 

STATE OF CALIFORNIA ) 
22 ) ss: 

COUNTY OF SANTA CLARA ) 
23 

24 I, Charles S. Paul, being duly sworn, do depose and 

25 say as follows: 

26 1. I am Senior Vice President and General Counsel 

2? of Atari, Inc., Sunnyvale, California. Atari is and has been 

28 
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4 . During the course of that action, Mr. Herbert 

and members of his firm engaged in extensive discovery 

concerning the Re.28,507 patent on behalf of Atari. That 

discovery included participation in or conducting depositions 

of the inventor of the Re . 28,507 patent , Mr . WilliamT. Rusch, 

colleagues of Mr. Rusch when he made the invention of that 

patent, the attorneys responsible for filing and prosecuting 

the patent application which resulted in the Re.28,507 patent, 

and persons havi ng k nowledge of prior art activ ities relating 

to the Re.28,507 patent . Ad~itionally, Mr. Herbert consulted 

w: t h techn ical emp loyees of Atari cc r.~erning the subject 

ma~ter of that patent , possible prior art with reEpect to ~hat 

patent, and the validity of that patent, and conducted 

extensive searches for prior art .,,;1 th respect to that patent . 

5. On the day the Atari case was scheduled to 

commen ce trial , Atari, Mangnav ox, and Sanders entered into a 

settlement of that litigation. Th at settlement included a 

sublicense ag~eement from Magnavox under which Atari received 

a license under the Re. 28,507 patent and others . The license 

was fully paid up . That license is still in effect. Atari is 

and , since that sublicense was executed, has been licensed 

under the Re.28,507 patent. A consent judgment was also 

entered against Atari in that litiga~ion finding the Re . 28,507 

patent to be valid and enforceable and to have been infringed 

by Atari. 

6. Atari presently considers it to be in its best 

interest to renain a licensee under the Re . 28,507 patent. 
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Atari further considers that it will be against its best 

interest for the Re.2B,507 patent to be declared invalid or 

unenforceable by this Court. 

7. On information and belief, Mr. Thomas 0. 

Herbert and his firm in its representation of Activisio~ in 

this action are asserting the position that the Re.28,507 

7 patent is invalid and unenforceable. Thus, Mr. Herbert and his 

8 firm are asserting positions in this action which are adverse 

9 to the present interests of P.tari. Atari further believes that 

10 in their representation of Activision in this action, ~r. 

11 Herbert and his firm will make use of information concerning 

12 the Re.28,507 patent obtained by Mr. Herbert a nd his f1rm 

13 during the course of their representation of Atari, some of 

14 which information was obtained by Mr. Herbert and members of 

15 his firm from discussions with Atari officers and employees 

16 held during the time ~r . Herbert and his fi~m represented 

17 Atari. 

18 B. As a part of the settlement referred to in 

19 paragraph 5, Magnavox, Sanders, Atari, and Mr. Herbert's law 

20 firm executed a "Settlenent Agreement", a copy of which is 

21 attached to this affidavit . That Settlement Agreement 

22 provides at paragraph IV, page 4, ~~at Mr. Herbert's firm will 

23 not actively participate in any litigation involving the 

24 Re. 28, 507 patent in which Atari is not a part~· o: in which no 

25 television game made by or for Atari is involved. Atari has 

26 

27 

28 
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1 never released Mr . Herbert or his firm from the obligation of 

2 paragraph IV of the Settlement Agreement. 

3 9 . Mr. Herbert's law firm continues to represent 

4 Atari 
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Subscribe4 and sworn to . be~ore me this~ day of January, 
1983, atJ,~7 &typ.••) - ~ 

(SEAL) ~u"l'ic~~ 

OFF: : JA!J SEAL 
MARY A HAYCOCK 

NOTAr;'f PL 8LIC • CALII'ORNIA 

WITA ctARA COlfflY 
My c:omm. txplrn NOV 7, 19tle 

~""""':;oo:;:oo...--:;,...,...;;;oo;--

My Commission Expires:~ Zlfi:l, 
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SETTLEMENT AGREEMENT 

THIS AGREEl-'IENT, entered into by and bet,veen THE 

Y~GNAVOX CO!~ANY, a corporation of the State o~ Delaware, 

""i th executive offices in New York, Ne'" York, and corporate 

offices at 1700 Magnavox Way, Fort Wayne, Indiana 

(hereinafter HAGNAVOX), SANDERS ASSOCIATES, UlC. , a 

corporation of the State of Delaware; having an office 

at Danie 1 \-iebs ter Highway ~outh, Nashua, New Hampshire 

(hereinafter SANDERS), and ATARI, INC., a corporation 

of the State of California, having an office at Winchester 

Boulevard, Los Gatos, California (hereinafter ATARl): 

HlTNESSETH THAT : 

\-.1-lEREAS, SANDERS is the 0\mer of United States 

Letters Patent 3,659,284, which issued on April 25, 

1972 (hereinafter '28~) and was rei~sued as United States 

Letters Patent Re. 28,507 on August 5, 1975 (hereinafter 

'507); United States Letters Patent 3,659,285, which 

issued on April 25, 1972 {hereinafter '285) and was 

reissued as United States Letters Patent R~ . 28,593 on 

October 28, 1975 (hereinafter '593) and United States 

Letters Patent 3,728,480 which issued on April 17, 1973 

(hereinafter '480); ~ .. . 

WHEREAS, MAGHAVOX is the exclusive licensee under 



said Letters Patent '284, '507, '285, '598 and '480; 

WHEREAS, ATARI is in the business of manufacturing 

coin-operated video games and home video games; 

\~EREAS, on July 11, 1975, ATARI filed a civil 

action in the United States District Court for the 

Northern District of California entitled Atari, Inc. v. 

The t-1aqnavox Companv et al, No. C ·75-1442 RFP (hereinafter 

nthe California case") seeking a declaratory judgment that 
-

said '284 and '285 patents are invalid and not infringed 

by the video games manufactured and sold by ATARI, and 

}~G~AVOX and SAKDERS subsequently filed a counterclaim 

therein for infringement of said '284, '507 and '285 

patents;· 

WHEREAS, on September 22, 1975, MAGNAVOX and 

SA~ D:CP.S filed a civil action in· the Northern District 

of Illinois entitled The Magnavox Company, et al. v. 

Sear s , Roebuck and Co., No. 75 C 31~3 (hereinafter 

"the Sears case") for infringement of said '284, '507, 

'285 and '480 patents; 

WHEREAS, the charge of infringement in the Sears 

case is based upon the sal~ of home video games sold by 

Sears, Roebuck and Co. but manufactured by ATARI; 

~~ERtAS, on November 14, 1975, the California case 

was transferred to the Northern District of Illinois 

and was there assigned civil action No. 75 C 3933 
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(hereinafter "the Atari case") ; 

\mEREAS, by subsequent proposed amendments to the 

comp laints, the validity and infringement of the '284, 

'507, '285, '598 and '480 patents were to be placed in 

issue in both the Sears case and the Atari case; 
. 

WHEREAS, the parties MAGNAVOX and SANDERS on one 

hand and ATARI on the other hand are desirous of resolv-

ing all controversies with respect to video games and 

any and all patents owned by MAGNAVOX and/or SANDERS 

relating to such gaQes. 

HO\·~, THEREFORE, in consideration of the premises 

and of .the mutual covenants contained herein, the parties 

hereto agree as follo~s: 

I 

ATARI, }~GNAVOX and SANDERS shall use the~r best 
. 

ef for ts to obtain dismissal of the Sears case according 

to the terms of the "Order of Dismissal" attached hereto 

as Exhibit A. 

II 

ATARI, l-1AGNAVOX and SANDERS shall use their best 

efforts to obtain disposition of the Atari case accord­

ing to the terms of the "Final Judgment and Consent" 

attached hereto as Exhibit B. 
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III 

MAGNAVOX and ATARI have entered into a license under 

the '284, '507, '285, '598 and '480 patents entitled 

"Non-Exclusive Cross License for Video Games" executed 

·on the same date as this agreement. 

xv · 

So long as the license agreement is in effect, 

ATARl or its counsel, will not actively participate in 

any further litigation relating to the '284, '507, '285, 

'598 or '480 patents in which they are not a party or 

in whi c h no game made by or for ATARI is involved, and will 

not aid or abet any person, other than a customer or supplier 

of ATA RI if sued for violation of the aforementioned patents 

in con~ection with the sale of .games made by ATARl, accused 

of in ! ringernent of said patents or having an interest 

adverse to said patents, by supplying any information conerning 

the validity of said patents, the infringement of said paten ts, 

or any possible argument or facts relating to a defense 

against a charge or potential or possible charge of infringement 

of said patents except in ~esponse to a duly and legally 

issued subpoena. 

v 

As to games made or sold by hTARl, Ml\GNAVOX and 

SANDERS hereby release and forever discharge hTARI and 

its customers and each of them, from any and all claims, 
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demands, actions or causes of action of any nature whatso­

ever which ~~GNAVOX or SANDERS have, shall or may have 

against ATARI and its customers by reason of any act, cause, 

~atter or thing claimed or alleged in any of the pleadings, 

records or other papers on file in the Sears case and in 

the Atari case, or based upon or connected with claims made 

or filed in the aforesaid actions or in any way related 

thereto. 

VI 

ATARI hereby releases and forever discharges ~~GNAVOX 

and SANDERS, and each of them, from all claims, demands, 

actions or causes of action of any nature whatsoever which 

ATARI has, shall or may have against 11AGNAVOX and SANDERS 

by reason of any act, cause, matter or thing claimed or 

alleged by AThRI in any of the pleadings, records or other 

papers on file in the Sears case and in the Atari case or 

based upon or connected with claims made or filed in the 

aforesaid actions or in any way related thereto. 

VII 

There shall be no publicity release concerning this 

settlement other than by mutual agreement of the parties. 

-s-



Attest : 

~_,_,~,~~-

THE 1-lAGNAVOX COMPANY 

~r t &0f,·~~~:P:o .. @r0.: ... 1 
Date . .f:11 , c B. 19 1? 

FLEHR, HOHBACH, TEST, ALBRITTON 
& HERBERT 

~; //- ,.../_:..-
By ~~ cc---;#~ 
Date ' ,r; __ •. 1>· c ."?? 
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