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Paul Mayes

Prof. Paul Mayes
JFD Research 8< Development Labs
714 -1/2 South Randolph Street
Champaign, Illinois

Septeznber 24, 1964

JFD ELECTRONICS CORP.

I am taking this means of notifying you of our
intent to continue our agreement for the additional

three <3> years.

Would you please sign below to indicate your under
standing' and agreement. of same.

"'FD ELECTRONICS CORPORATION

Dear Paul:

;~8~-L~
Edward Finkel
Exec. Vice-President

In reviewing the contract between us, I note that I
. was to have notified you on August 31st, 1964,

with reference to the extension of the option of
three (3) years as covered in Clause 4.

JFD Canada, ltd., 51 McCormack Street, Toronto, Ontario, Canada
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,UNITED STATES /}}ISTRICT COURT

'NORTHERN DISTRICT OF ILLINOIS

BEFORt JUDGE HOFFMAN

DEFENDANT EX. ~W. _
OOROTHY L. BRACKENBURY

OFFJCIAl COURT REPORTER

AGHEEMENT

THIS AGR~~T made this 31st day of October, 196~. by and between

JFD ELECTI\ONICS CORFDRATION, a New York Corporation, located at 1~62 -62nd

Street, Brooklyn, New York, hereinafter referred to as "Company", and PAUL E.

MAYES, residing at 1902 Broadffioor Drive, Champaign, Illinois, hereinafter

referred to as "Mayes".

WITNESSETH

WEREAS, Mayes is presently employed as an Associate Professor by the

University of Illinois (hereinafter referred to "as "University") under an

agreement whioh he represents permits him to accept other employment not in

conflict with his duties as an Employee of the University, and
,

WHEREAS, Mayes has oompleted a contractual agreement of employment

with said Company to too mutual benefit of both partie s, and

WEREAS, the Company desires to continue to avail itself of the

services of Mayes as a technical consultant to its subsidiary "JFD HESEAHCH

AND DEVEIDPMENT LAIDRA1DRIES, INC., of Champaign, Illinois, and Mayes desires

to accept such position,

NOW, THEHEFORE,. it is mutually agreed as foll01'1s:

1. EMPLOYMENT AND DUTIES:

Company hereby appoints l~yes to serve as Technical COD~lltant to its

subsidiary JFD RESEARCH AND DEVELOPMENT LAIDRATORIES, INC., of Champaign,

Illinois, and to perform such related tasks thereto as may be assigned to him

by too President or Board of Pirectors of Company, and ~yes hereby accepts

such appointment. Mayes shall devote that portion of his tii'le and effort 1-lhich

is available after he has fulfilled his duties as an employee of the University

to the performance of his duties for the Company and its said subsidiary.

2. O-w':IERSHIP OF PATENTS AND DISCLOSURE OF RESEARCH:

(A) Mayes shall disclose fully to the officers of the Company

,

~

designated by the President, the results of all research done hy or under his

dir9ction, and any and all inventions and discoveries which he shall conceive

and/or make during his period of e:nployment by the Company and I'or a p"riO(l of
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Six (6) months after the tennination of his employment with the Company, and

whioh are in whole or in part connected with or the result of his work for the

Company. Suohdisolosures are to be made promptly after the oonoeption of eaoh

invention and the making of eaoh disoovery, and suoh inventions and disooveries

are to beoome and remain the property of the Company, whether or not patent

applioations are filed thereon. Upon request and at the expense of the Company

Mayes shall make applioation at the expense of and through the Patent Solioitor

of the Company, for Letters Patent of the United States and any and all other

oountries on said inventions and disooveries, and shall assign all such

applioations to thl:l Company or to its order forthwith, and Hayes shall give the

Company, its attorneys and solioitors, all reasonable assistanoe in preparing

and proaeouting said applioations, and on the request of the Company shall

exeoute all papers and do all things that may be reasonable or required in orde

to proteot the rights of the Company and vest in it or its assigns the

inventions, applioations and Letters Patent herein oontemplated.

(B) Anything to the corrbr-ary notwithstanding.

(1) The inventions, disooveries, patents and applioations

listed on Exhibit "A" of the original oontraot of Employment, a copy annexed

hereto and made a part hereof, represent item.s on whioh Maye s has worked prior

to the date of his employment by the Company and are exoluded from the operatio

of the preceding paragraph hereof respeoting assigrment to the Company.

(2) It is reoognized that any applications, paberrts and

inventions whioh Mayes may discover or perfect as a direct result of his

regular duties on University time and at University expense, or Which research

is paid for by !Tniversi ty resources or facilities shall belong to the Universit

3. COHPENSATION:

For all the servioes to be rendered by Mayes as said Teohnioa:~

Consultant or in any other oapaoity hereunder, inoluding servioes as an office,

direotor or member of any oomrrtittee of the Company and/or its sai.d subsi(1iary

or any other duties assigned him by the President or the Board Gf Direotors of

the Company, the Company agrees to pay to Mayes a fee of

- 2-



00261

Dollars per annum, payable in equal monthly installments at

of each month plus a bonus to be paid four (~.) times a year as computed

the end
. I

on the I

following basis:

(A) of Company's net shipments of all products whose

design is based upon a prototype developed by Mayes using concepts which are

covered in patents applied for or held by the University of Illinois Foundatio~

(B) of Company's net shipments of all products Whose

design is based upon a prototype developed by Mayes and his co-workers using

new concepts disclosed to the Company by Mayes during the period of this

agreement providing those concepts are determined not to be the property of the

University and therefore to be patentable by the Company. This percentage shal

apply to all products of this nature' covered by additional patents which are no

assigned to the Company and which therefore require a royalty payment to anothe

based upon

party with which the Company has a licensing agreement.
I

(C) of Company's net shipments of all products whose design is i

a prototype develop~d by Mayes and his co-workers using new conceptll
. . ,!

i

disclosed to the Company by Mayes during the period of this agreement providin~
,

those conoepts are determined not to be the property of the University and

therefore to be patentable by the Company.

those products which are not being subject to additional royalty payments by

I

This percentage shall apply only to
I
I

i

virtue of a licensing agreement with the holder of additional pateuG or patents

which cover the product. No paymerrb s liill be made to Mayes based upon product~
I

Iwhioh are protected or which will be protected solely by patents based upon the

disolosures of other employees of the Company.

(D) In addition Mayes shall be reimbursed for out-of-pocket

expenses incurred by him with the prior authorization of the Company.

(E) The term "net sl;1ipments" shall mean the amount of sales of sai'}1

products included within subdivisions (A), (B) and (C) hereinabove, actually

losses.

shipped and collected for by the Company, less returns, discounts, al.Lotcanco s , I
failure of co'Ll.eotdon, advertising and other credits and similar deduoti.ons and

I
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4. TERM OF AGREEMENT:

Exoept as otherwise speoifioally provided in paragraphs 5 (A) and (B)

hereof, this agreement shall oommenoe on the date hereof and shall terminate

three years thereafter on Ootober 31, 1967. However, the Company shall have

the option to oontinue, extend and renew this agreement, upon the same terms

and oonditions as herein set forth, for an additional three year term, upon

giving Mayes advanoe written notioe at least sixty days prior to the expiration

of saici three year term. The Company Ls oognizant of Mayes desire to take a

sabbatioal leave from his duties during this renewal term of this agreement.

In the event that this ocours, there shall be a temporary moratorium or

suspension during that period, of this agreement, and seme shall be reinstated

at the time that Hayes sabbatioal le~ve oomes to an end and at that time this

agreement shall oontinue for a period of time thereafter to make up the entire

three year period, excluding the sabbatical leave, under the same terms and

conditions as herein stipulated and as though Mayes had never terminated this

agreement.

5. DEATH OR mSABILITY:

(A) In the event of r~yes' death during the term of this agreement,

Hayes' legal representatives shall be entitled to. receive the fee due Mayes up

to the last day of the calendar month' in which his death shall have occurred,

and said bonus shall continue to be paid to Mayes' estate as herein provided

for th~ee years thereafter.

(B) If, .dur'Lng the term of this agreement, Mayes shall fail to

perform his duties hereunder on account of illness or other incapacity, and

illness or other incapacity shall continue for more than three months, the

CODlpany shall have the right on 30 days notice to Mayes to ten~nate this

agreement and his appointment hereunder. In this event, the CODlpany shall be

obligated to pay to Mayes his fee up to the date of termination, and the bonus

shall oontinue to. be paid to Hayes for three years thereafter. In the event of

J~yesl death during the three year period subsequent to termination on account

of disability, the bonus payment shall continue to be paid to Hayes' estate for
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the balanoe of the three year period.

6. RESTRICTIONS:

(A) During the term of this agreement Mayes shall not be engaged i

any other oommeroial activity, alone or as a partner, offioer or direotor of,

or as a oonml1tant to, any other institution or oompany without the written

oonsent of the Board of Direotors of the Company.

(B) During the period of this agreement and for any extension

thereof if Mayes employment is terminated for any reason, he shall not for a

period of two (2) years after termination, dire~tly or indireotly engage in the

produotion, manufaeture or distribution of any produots oompetitivewith those

manufaotured or sold by the Company, either for his own benefit or for the

benefi t of any other person, firm or, eorporation what.soever other than the

Company, exoept that whioh he is required to do by the University.

7. "IAIVERS AND MJDIFICATIONS:

The waiver by either party of a breach of any provision of this

agreement shall not operate as or qeoonstrued as a waiver of anysubseguent

breaoh thereof. No modifioation or change in this agraement shall be effeotive

unless in writing and signed by the parties hereto.

8. NOTICE:

Any and all notioes referred to harein shall be suffioient if furnishe

in writing and sent by registered or eertified mail to the respeotive parties

at the addresses hereinabove set forth.,

9. ASSJ:GNMENT:

The rights and benefits of the Company under this agreement shall be

transferable by it, and all oovenants and agreements hareunder shall inure to

the benefit of and be enforoeable by or against its suooessors and assigns.

10. It is understood that Mayes exeoutes this agreement in his

individual oapacity and not as an agent for the University of Illinois, whioh

is not a party hereto.

IN WITNESSWHEREDF, the parties hereto have hereunto set thair

respeotive hands and. saals the day and year first above written.


