
n 

100TH CONGRESS 
2D SESSION 

Calendar No. 6 6 7 

S. 1883 
To amend the Act entitled "An Act to provide for the registration and protection 

of trade-marks used in commerce, to carry out the provisions of certain 
international conventions, and for other purposes". 

IN THE SENATE OF THE UNITED STATES 

NOVEMBER 19, 1987 

Mr. DECONCINI (for himself Mr. GRASSLEY, Mr. HELFIN, and Mr. HATCH) intro­
duced the following bill; which was read twice and referred to the Committee 
on the Judiciary 

MAY 12 (legislative day, MAY 9), 1988 

Reported by Mr. BYRD (for Mr. BIDEN), with an amendment 

[Strike out all after the enacting clause and insert the part printed in italic] 

A BILL 
To amend the Act entitled "An Act to provide for the registra­

tion and protection of trade-marks used in commerce, to 

carry out the provisions of certain international conventions, 

and for other purposes". 

1 Be it enacted by the Senate and House of Representa-

2 tives of the United States of America in Congress assembled, 

3 That this Aet naay be cited as the "Trademark Law Revision 

4 Aetef 1987". 
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1 SEO. 2T Fe? purposes 

2 Aet te provide fe? the registration asd protection ef trade 

3 marks ssed is commerce, te carry eat the provisions of eer-

4 tais international conventions, and fe* other purposes" shflfll 

5 he referred te as the "Trademark Aet ef 1016". 

6 Seer 3r Section 4 el the Trademark Aet ef 404S (4£ 

7 U.S.C. 4054) » amended hy— 

8 (4) inserting a section heading before section 4 te 

9 read as follows: 

10 "REQUIREMENTS) FOR APPLYING *e PEOIOTER 

11 TRADEMARKS ON ¥HB PRINCIPAL REGISTER"; 

12 (2) striking eat "may register his11 and inserting 

13 » hes thereof "may apply te register his"; 

14 (8) redesignating paragraphs (4)j (3)̂  and (&) ef 

15 subsection (a) as subparagraphs (A^ (S)j and (G)j 

16 respectively; 

17 {4) redesignating subsections (a)j (b)r and (e) as 

18 paragraphs (1)7 (3)7 and (8)7 respectively; 

19 (5) inserting ^a)^ after "SECTION 4 T ^ 

20 (6) striking est "actually" is subparagraph (€^ as 

21 redesignated herein; and 

22 f?) adding at the end thereof the following: 

23 ^̂ (b) A person who has a besa fide intention te use a 

24 trademark ha commerce may apply te register the trademark 

25 under this Aet es the principal register hereby established: 

• 8 1883 ES 
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1 im^ By filing m me Patent and Trademark 

2 Office 

3 li{A) a written application, m sues fens as 

4 may fee prescribed fey the Commissioner, verified 

5 fey the applicant, er- fey a member of the foa er 

6 as officer ef the corporation er association apply-

7 iftgr specifying applicant's domicile and citiacn-

8 ship, applicant's bona fide intention te U9€ the 

9 mark is commerce, the goods is connection with 

10 which the applicant has a feesa fide intention to 

11 use the mark and the mode OF manner is which 

12 the mark is intended te fee med in connection 

13 with sueh goods, and including a statement te the 

14 effect that the person making the verification fee-

15 lioves himself, er- the firm, corporation, m assooia-

16 ties in whose behalf he makes the verification, is 

17 entitled te use the mark is commerce, £1110. t i lf t t se 

18 other person, feny corporation, er association, te 

19 the best ef his knowledge asd belief, has the right 

20 te use sueh mark is commerce cither is the iden-

21 tieal fens thereof er is 9UOI1 QC£LF rcoomblancc 

22 thereto as te fee likely, when apphed te me goods 

23 ef- sseh other person, te cause confusion, er- te 

24 cause mistake, er- te deceive: Provided; That is 

ef every application socking concurrent 

• S 1883 RS 
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1 use the applicant shall state exceptions te his 

2 claim ef exclusive ttSOy 1ft which he shall spooify, 

3 te the extent ef his knowledge, any use fey others, 

4 the goods m connection with which and the areas 

5 in whioh sueh use exists, the periods ef sueh usey 

6 and the goods and fef which the applicant 

7 has a feena fide intention te use the mark in com 

8 mcrcc and desires registration. However, 

9 exception ef applications filed pursuant te section 

10 44 ef this Aety ne mark shaH fee registered until 

11 the applicant has met the requirements ef section 

12 13(b)(2) hereof; and 

13 li^B) a drawing ef the mark. 

14 li{3) By paving in the Patent and Trademark 

15 Office the filing feer 

16 ^ ^ By complying with sueh rules er- regulations, 

17 net inconsistent with lawy as may fee proscribed fey the 

18 Commissioner. 

19 li{e) At any thne during examination ef an application 

20 filed under subsection (0)7 an applicant whe has made use ef 

21 the mark in commerce n*ay claim the benefits thereof fef pm8-

22 poses ef this Aety fey amending his application te bring it inte 

23 conformity with the requirements ef subsection (a).". 

24 Seer 4r Section 2- ef the Trademark Aet ef 4046 

25 (U.S.C. 4053) is amondod 
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1 (4) by amending subsection (d) te fead as followa: 

2 ^^d) Consists ef er oompriaoa ft mark which se rcaombloa 

3 ft mark rogiatorod is the Patent and Trademark Office, ef ft 

4 mark which is the aubject ef a provioualy filed ponding appli 

5 oation, er a mark ef trade name provioualy used m the 

6 United Statoa by another and net abandoned, as te be likely, 

7 when applied te the gooda ef the applicant, te oauao confu' 

8 sienj er- te oauao mistake, er te deceive: Provided, That when 

9 the Commisaionor dotcrminca that confuaion, miatako, ef de-

10 ocption is net likely te rcault ffem the use by more than ene 

11 poraon ef the 9(11110 Of aimilar marka under conditiona and 

12 limitationa as te the mode ef place ef use ef the marka er the 

13 gooda in connection with which sueh marka are uacd, conour-

14 rent registrations may he isauod te sueh poraons when they 

15 have bocomo entitled te use sueh marks prior te (4) the oarli-

16 est ef the filing dates ef the applications ponding ef ef any 

17 registration issued under this Aett er (3) July 67 1947, in the 

18 ease ef registrations previously isauod under the Aet ef 

19 March £? 1881, ef February 30y 1905, and continuing in full 

&\) IOrCO QUO CIICOu Oft lillftt/ G£LT)CJ Of \ 0 / liTLiy Oy J.W4: {f fti vflC OftaC 

21 ef applications filed under the Aet ef February 3Qj 1905, and 

22 rogiatorod after July 5y 1947. ¥se pfief te the filing date ef 

23 any ponding application ef a registration shall net be required 

24 when the owner ef sueh application er rcgiatration oonaents 

25 te the grant ef a concurrent rcgiatration te the applicant. 

• S 1883 RS 
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1 Concurrent registrations may ake be issued by the Commia 

2 sioncr when a court el competent juriadiction has finally de-

3 termincd that more than ene person is entitled te use the 

4 same er- similar marka is commerce, I s issuing concurrent 

5 registrations, the Commiaaioncr shah proscribe conditions 

6 and limitations as te the mode er place el use el the mark er 

7 the gooda is connection with which sues mark is registered 

8 te the respective persons;"; and 

9 (3) in aubaoction #) by striking eut "five year a" 

10. through the end el the subsection and inserting in heu 

11 thereof "five years nest preceding an eHer- el proof by 

12 the applicant.". 

13 SfiOr §7 Section 3 el the Trademark Aet el ±946 (4S 

14 U.S.C. 4053) is amended by— 

15 (4) atriking eut "used in commerce" in txic first 

16 sentence; and 

17 (3) striking est the second acntonoo. 

18 Seer 6T Section 4 el the Trademark Aet el 4946 (46 

19 U.S.C. 4064) is amended by— 

20 (4) striking est "origin used in commerce," and 

21 inacrting in heu thereof "origin,"; 

22 (3) atriking eut "except when" is the first sen-

23 tence and inacrting is lieu thereof "except in the ease 

24 el certification marka when"; and 

25 (8) striking eut the second sentence. 

• S 1883 RS 
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1 Seer g? Section S ef the Trademark Aet ef 4046 (4S 

2 U.S.C. 1055) is amended fey adding at the end thoroof the 

3 following: ' 'First use ef ft mark by a person, which 1190 t& 

4 controlled fey the registrant ef applioant fef registration ef 

5 the mark in respect te the nature and quality ef the goods ef 

6 services, shall inure te the benefit ef the registrant OF 

7 applicant.". 

8 Seer 8T Scotion 6(b) ef the Trademark Aet ef 4046 (45 

9 U.S.C. 1056(b)) is amended by striking eut ^W 1 ft»d insort-

10 heu thereof "(c)". 

11 Sser Or Section g ef foe Trademark Aet ef 4046 (46 

12 U.S.C. 406?) is amended by— 

13 (4) amending subsection (b) te fead as follows: 

14 ^ ^ A certificate ef registration ef a mark upon the 

15 principal register provided by this Aet shall be prima faeie 

16 evidence ef the validity ef the registered mark and ef the 

17 registration thereof, ef the registrant's ownership ef the 

18 mark, and ef the registrant's exclusive right te use the rcgis-

19 tcrcd mark i» commerce en ef in connection with the goods 

20 ef services specified in the certificate, subject te any condi-

21 tions ef limitations stated therein."; 

22 (3) redesignating subsections (e)j (d^ (e)7 (f)? and 

23 (g) as subsections (d)j (e)r (% (g)r and (h); respectively; 

24 and 

• S 1883 a s 
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1 (&) inserting between aubocction (b) and subsection 

2 (d)7 ft& redesignated heroin, the following: 

3 ^e) Contingent es the registration el ft mark e» the 

4 prinoipal register established herein, the filing el the applioa 

5 ties te register aues mark shah constitute constructive use ef 

6 the mark, conferring ft right ef priority, nationwide is effect, 

7 es e? is connection with the goods ef services apecified is the 

8 registration against asy other person except fef a person 

9 whoso mark has net been abandoned asd? whe prior te sueh 

10 filing 

XJ. —\jtf RQ>9 U9CCL TTIO ttrnrrfty 

12 11{3) has filed as application te register the mark 

13 es the prinoipal register asd that application is ponding 

14 ef has resulted m registration ef the mark en the pris-

15 eipal register; ef 

16 fi^8) has filed a foreign application te register the 

17 mark es the basis ef which he has acquired a right ef 

18 priority by the timely filing under section 44(d) ef an 

19 application te register the mark es the principal regis-

20 tef asd that application is pending ef has resulted is 

21 registration ef the mark es the principal register.". 

22 SBOT 40T Section 8(a) ef the Trademark Aet ef 4046 (45 

23 U.S.C. 1058a) is amended by— 

24 (4) striking est "twenty" asd inserting is heu 

25 thereof "ton"; asd 

• S 1883 RS 
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1 (3) striking est "showing that said mark 

2 is oommoroe OF ahowing that its^ asd inserting is lies 

3 thoroof "aotting feFth thoao goods OF aorvioos recited is 

4 the registration es OF is oonnootion with which the 

is is sse is oommoroe asd having attached thcro-

6 te a spooimen OF facsimile showing current use of the 

7 mark, OF showing that any". 

8 Seer 44T Section 8(a) ef the Trademark Aet ef 4046 (46 

9 U.S.C. 1059(a)) is amended by striking est "twenty" asd 

10 inserting is lies thereof "ton". 

i l Seer 43r Section 40 ef the Tradomark Aet ef 4946 (45 

12 U.S.C. 1060) is amended te fead as follows: 

13 " A B O I O N M E N T AN» OHANT OF OECUBITY INTEBEOT 

14 "SEO. 40T (a) A registered mark OF a mark f©F which 

15 application te register has bees Sled shall be assignable with 

16 the goodwill ef the business is whioh the mark is usod, OF 

17 with that part ef the goodwill ef the business conncotod with 

18 the sse ef asd symbolized by the mark. However, se applioa-

19 ties te register a mark under section 4(b) shall be assignable 

20 prior te the filing ef the verified statement ef sse under see-

21 ties 13(b)(2), oxoopt te a suoooaaor te the businoaa ef the 

22 applicant, eF portion thereof, te which the mark pertains. 

23 "(b)(1) A security interest is a registered mark OF a 

24 mark feF whioh appUcation te register has bees filed s*ay be 

25 obtained asd will be superior te any interest subsequently 

26 granted te a third party, provided— 

S 1883 RS 2 
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1 11{A) the party granted the security interest eb-

2 tains a security interest m the goodwill el the business 

ATXIIOIT DilC Iliclris To UnCQj OF TVllJii UQUIJ OftFr Or DilC 

4 goodwill ef the business connected with the U.9C Or ftlld 

5 symbolized fey the mark; 

6 il£B) the mark is net subject te a valid, prior per-

7 footed security interest; and 

8 1^0) notice ef sueh interest is filed in the Patent 

9 and Trademark Office within ten days after being 

10 granted. 

11 ^̂ (3) A party granted a security interest in a registered 

12 mark er- a mark for which application te register has been 

13 filed may, after default fey the party granting the security 

14 interest, require the debtor te assign the mark te— 

15 ii^A) a transferee who is ake being assigned that 

16 part ef the goodwill ef the business connected with the 

17 1190 ef and symbolised by the mark; er-

18 il£B) the party holding the security interest, even 

19 though stteh party dees net presently engage in the 

20 business te which the mark relates, provided that the 

21 scoured party cither subsequently engages in the busi-

22 sess te which the mark relates er- holds the mark enly 

&o IOF XllC purpose ef subsequently transferring the mark 

24 along with the goodwill associated with the mark and 

• S 1883 BS 
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1 that seek aubaoquont tranafcr occur3 prior te diaaipa 

2 ties ef the goodwill. 

3 li(g) A acourity intcrcat is ft mark obtained pursuant te 

4 this section wis* extend te the consideration received upon 

5 the sale? exchange, collection ef other deposition ef the mark 

6 fef tes (keys aftef receipt ef the consideration by the transfer 

7 ef ft&d wiU then lapse unless ft financing statement ef other 

8 document is filed fts required by appropriate State kbwr 

9 li{e) I s ftsy assignment ef ef grant ef ft acourity interest 

10 is ft mark it shall set fee necessary te include the goodwill ef 

11 the buaincaa connected with the use ef and symbolized by ftsy 

12 other mark used is the business OF by the name ef stylo 

13 under which the business is conducted. 

14 ^^d) Assignments ftsd grants ef security interest shall be 

15 by instruments is writing dsly excoutcd. Acknowledgment 

X6 stiEtll be prima faeie evidence ef the execution ef as assign 

17 mont e? a grant ef a security interest asd when recorded is 

18 the Patent asd Trademark Office the record shall be prima 

19 facie evidence ef execution. As aaaignment ef ef grant ef ft 

20 security intcrcat is a mark shall be veid as against any aubsc 

21 qucnt purohascr ef other entity being granted as interest fef 

22 a valuable consideration without notice, unless recorded is 

23 the Patent asd Trademark Office within three months after 

24 the date thereof ef prior te sseh aubaoquont purchaae is the 

• S 1883 RS 
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1 ease ef- as assignment, ef within tea days aftef the grant el 

2 asy acourity intcrcat. 

3 li(e) A aoparato record ef documents aufemittod fef fe-

4 cording under this section shall fee maintained is the Patent 

5 asd Trademark Office. Such record ahall include asy rolcaao, 

6 cancellation, discharge, ef aatiafaotion relating te 

7 voyancc er other inatrumcnt affecting title te ef any interest 

8 in «; rcgiatcrod mark ef a mark for which application te regis-

10 ^ As aasigncc ef holder ef a aocurity interest set 

11 domiciled is the United States ahall fee aubjeot te asd oomply 

12 with the proviaions ef section 4{d) ef this Aot.". 

13 Seer 4& Sootion 43(a) ef the Trademark Aet ef 4046 

14 Q& U.S.C. 1062a) is amondod fey striking est ^ rcgistra-

15 tiesj the^ asd inaorting is lieu thereof i ite registration, ef 

16 would fee ontitlod te regiatration upon the acceptance ef the 

17 statement ef sse proscribed is section 13(b)(2) ef this Aet̂  

18 t s e ^ 

19 Se€b 44T Section 4S ef the Tradomark Aet ef 4046 (46 

20 U.S.C. 4063) is amended fey— 

21 (4) inaorting "(a)" before "Any poraon"; asd 

22 (2) adding at the esd thereof the following: 

23 ii(b) Unloas registration is successfully oppoaod— 

24 im^ ft mark ontitlod te registration es the prinoi-

25 pal rogistor based es as application filed undor sootion 

• S 1883 ES 
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1 4{a) ef pursuant te aootion 4Ar, shati fee rogiatorod is 

2 tfee Patont asd Tradomark Offioo, asd ft oortifioato el 

3 registration issued, asd notice ef tfee registration afeett 

4 fee publiahod is tfee Official Gazette el tfee Patont asd 

5 Tradomark Offioo; e* 

6 ii{3) a notioo el allowance afeatt fee iaauod te tfee 

7 applicant i! fee applied fef rogiatration under aootion 

8 ĵ fe)r Within a s montha following the date el the notioo 

9 el allowanoc, the applioant muat file is the Patont asd 

10 Tradomark Office, together with sues numbor el apcoi-

11 mens er faoaimiloa el the mark ft& used is oommoroo as 

12 fflfty fee roquirod fey the Commiaaionor asd payment el 

13 the proscribed lee^ a verified atatomont that the mark 

14 is is use is oommoroo asd specifying the date el appli-

15 oant'a fet use el tfee mark asd the date el applicants 

16 Sfst uae el the mark is oommoroo, these gooda er sorv-

17 iees apcoifiod is tfee notice el allowance Oft Of ift COO™ 

18 nootion witfe whioh the mark is used is commerce asd 

19 the mode e? manner is whioh the mark is used is ees-

20 nootion with sues gooda OF sorvicoa. Subject te oxami-

21 nation asd acceptance el the atatomont el usô  the 

22 mark shall fee registered is tfee Patont asd Trademark 

23 Offioo, asd a oortificato el rogiatration iaaucd, le* those 

24 gooda ef services recited is tfee statement el use fef 

25 which the mark is entitled te registration asd notice el 

• S 1883 RS 
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1 registration shah1 be published m the Official Gagctto el 

2 the Patent and Trademark Offioo. The notice shaft 

3 specify the goods ef services for which the mark is 

4 registered. 

5 ^̂ (A) The thse fef filing the statement ef use shall 

6 fee extended fef an additional six month period upon 

7 written request ef the applicant prior te expiration ef 

8 the six-month period. Such request shall be aooompa-

9 sied by a verified statement that the applicant has a 

10 continued bona fide intention te use the mark in oom-

11 morco and specifying those goods ef services identified 

12 ha the notice ef allowance es ef is oonncotion with 

13 which the applicant has a continued bona fide intention 

14 te use the mark is commerce. ©p te six further cxtcn-

15 sions ef sis months eaeh shall be obtained when fe-

16 quested prior te the expiration ef the extended period 

17 and accompanied by a verified statement that the ap-

18 plicant has a continued bona fide intention te U90 the 

19 mark in commerce and specifying those goods ef scrv-

20 iees identified in the most recent extension fef which 

21 the applicant has a continued bona fide intention te use 

22 the mark is commerce. Each request fef an extension 

23 shall be accompanied by payment ef the prescribed fee? 

24 ^^B) The Commissioner shall notify any applicant 

25 who files a statement ef use ef the acceptance ef rcfus-

• S 1883 RS 
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1 al thereof asaV if a refusal, the reasons thorcfor. As 

2 applicant may amend his statement of- use asd may 

3 sock review fey the Commissioner ef a Ssal refusal. 

4 li{€?) The failure te timely file a verified statement 

5 ef use shall result is abandonment ef the application.". 

6 Seer 4#T Section 44(e) ef the Trademark Aet ef 4046 

7 (4£ U.S.C. 1064(c)) is amended te read as follows: 

8 ^e} at asy time if the registered mark booomes 

9 the generic name feF the goods er- scrvioos, ef a peF-

10 ties thereof, feF which it is registered, OF has bees 

11 abandoned, eg its registration was obtained fraudulently 

12 er oontrary te the provisions ef section 4 OF ef subscc-

13 ties (a)j (b)7 eF (e) ef section 3 feF a registration hcrc-

14 under, OF oontrary te similar prohibitory provisions ef 

15 9110x1 prior Aets feF a registration thereunder, OF if the 

16 registered mark is boing used feyj eF with the pcrmis 

17 sies efV the registrant se as te misrepresent the source 

18 ef the goods OF services is connection with which the 

19 mark is used. If the registered mark becomes the ge-

20 ncrie name feF less thas ah* ef the goods OF services feF 

21 which it is registered, a petition te cancel the rcgistra 

22 ties feF esly those goods OF services may fee filed. A 

23 registered mark shall set fee deemed te fee the generic 

24 name ef goods OF services solely because sues mark is 

as a name ef er te identify a unique product 

• S 1883 RS 
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1 ef acrvioc. The primary significance el the rcgiatcrod 

2 mark te the relevant public rather tsas purchaaor me-

3 tivation shaft1 be the test fef determining whether the 

4 rcgiatcrod mark has become the generic name el goods 

5 OF acrvicoa is connection with which it has bees uacd; 

6 OF^ 

7 SB6T 4& Section 45(4) el the Trademark Aet el 1046 

8 (4£ U.S.C. 1065(4)) is amended by striking est ££tbe eommon 

9 doaoriptivo name" asd inacrting in lies thoroof £fthe generic 

10 name". 

11 Seer ¥h Section 48 el the Trademark Aet el 4046 (46 

12 U.S.C. 4068) is amended by— 

13 (4) striking est ileF roatriot" and inacrting is lies 

14 thereof ^̂ the rogiatration, is whole OF is partr may 

15 modify the application OF rogiatration by limiting the 

16 gooda OF aorviocs apecifiod thcroin, smy othorwiao Fe-

17 striot OF rectify with roapoot te the rcgiator"; 

18 (3) striking eat ^^er11 before "may refuse"; and 

19 (8) adding at the esd thereof the following: 

20 "However, se final judgment shall be entered is favor 

21 el as applicant under section 4(b) who alleges likoli-

22 seed el confusion ppieF te the mark being rogiatorcd.". 

23 £@er 48T Scotion 24 el the Trademark Aet el 4046 (46 

24 U.S.C. 40?4) is amended 

• S 1883 RS 
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1 (4} m aubacotion (a)? by atriking est "aootion 

2 21(b)" each place it appoara asd inaorting m lies thoro 

3 ef "aubacotion (b)^t 

4 (3) is aubacotion (0)7 by atriking est "aootion 

5 21(a)(2)" asd inaorting is lies thereof "paragraph (8) ef 

6 this aubacotion"; 

7 (3) is aubacotion (a)(4), by adding at the end 

8 thereof the following: "However, ne final judgment 

9 shall be entered in favor ef as applicant under aootion 

10 4^b) whe allogca likelihood ef oonfuaion prior te the 

11 mark being rogiatorcd."; 

12 (4) is aubacotion (b)7 by atriking est "aootion 

13 21(a)" eaeh place it appcara asd inacrting is lies thcrc-

14 ef "aubacotion (a)1^ 

15 (§) is aubacotion (b)(1), by adding at the end 

16 thereof the following: "However, se ssal judgment 

17 shall be ontorcd is favor ef as applioant under aootion 

18 4{b) whe allcgoa likelihood ef oonfuaion prier- te the 

19 mark being rogiatorod."; asd 

20 (6) is aubacotion (b)(3), by amending the fifst ses-

21 tonoo ef sses paragraph te fead as followa: 

22 ^ f a whoro thoro is ae adverao party, a eepy 

23 ef the complaint shall be aorved es the Commiaaioncr, asd? 

24 unless othcrwiao dirootod fey the court, aH the oxponaea ef the 

S 1883 RS 3 



18 

1 proceeding shall fee paid by the party bringing the 

2 whether the final decision is is favor ef sseh party er not.". 

3 Seer 4#T Section 23 e* the Trademark Aet ef 4046 £ £ 

4 U.S.C. 4094) is amended by— 

5 (t) inserting "(a)" before l i i s addition" in the fifst 

6 paragraph; 

7 (3) inserting ^W 1 before "Upon the^ in the 

8 second paragraph; 

9 (3) inserting "(e)" before "For the purposes" is 

10 the third paragraph; 

11 (4) striking est "paragraphs (a)^ is subsection 

12 (a)j as designated herein, and inserting is lies thereof 

13 "subsections (a),"; 

14 (5) striking est "have bees is lawful use is oom-

15 moroc by the proprietor thereof, upon" is subsection 

16 (a)? as designated herein, asd inserting is lies thereof 

17 ^̂ afe is sse is commerce by the owner thereof, e s ^ 

18 (6) striking est 1%* the yea? preceding the filing 

19 ef the application" is subsection (a); as designated 

20 heroin; 

21 (?) inserting before "section 4^ is subsection (a)j 

22 as designated heroin, the following: "subsections (a) 

OQ nnrl (A\ nt". 

24 (8) adding at the esd ef subsection (e)? as desig-

25 sated heroin, the following: "The filing ef as applioa-
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1 ties te rogiatcr ft mark en the aupplcmcntal rogiator, e? 

2 rcgiatration el ft mark thereon, shaU set constitute as 

3 admiaaion tfeat tfee mark is set eligible le? rcgiatration 

4 es the principal rogiator catabliahod herein."; and 

5 (0) striking est the last paragraph. 

6 Ss€b 30T Scotion 84 el the Trademark Aet el 4040 (4S 

7 U.S.C. 4008) » amended by— 

8 (4) striking est "was set entitled te register tfee 

9 mark at tfee tisie el fek application le? registration 

10 thereof," ftsd inserting is fees thereof ^ set entitled 

11 te registration,"; osd 

12 (3) by adding at tfee esd thereof tfee following: 

13 "However, se ssaJ judgment shall be entered is favor 

14 el as applicant under section 4̂ fe) wfee alleges likoli-

15 heed el confusion prior te tfee mark being registered.". 

16 SB€b 24T Section 30 el the Trademark Aet el 4046 (4S 

17 U.S.C. 4004) » amended by— 

18 (4) inserting "1(b)," alte? "sections"; asd 

19 (3) inserting ^7(o)," after "7(b)". 

20 Seer 33r Section 80 el tfee Trademark Aet el 4040 (46 

21 U.S.C. 1112) is amended fey striking est "goods asd services 

22 upon ef is connection witfe which fee is actually using tfee 

23 mark" asd inserting is fees thereof "goods er services es e? 

24 is conncotios with which fee is using ef fee feas a bona fide 

25 intention te use tfee mark is commerce". 
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1 Seer 33T Section 33fe) ef the Trademark Aet ef *04S 

2 Q& U.S.C. 1115(a)) » amended by— 

3 (i) inaorting ^^he validity ef the regiatered mark 

4 and ef the rcgiatration thereof, ef the registrant'a own-

5 ership ef the mark, and ef the11 alter- "prima faeie evi-

6 dence ef^ 

7 (3) inaorting iief i» connection with" after %* 

8 commerce en^ and 

9 (3) inaorting ^ including thoao set forth ha aubacc-

10 tien {b>^ after- ^ defect". 

11 Seer 34r Section 3£(b) ef the Trademark Aet ef 404S 

12 (3£ U.S.C. 1115(b)) is amended by— 

13 (1) amending the matter m subsection (b) before 

14 paragraph (i) te rabd as follows: 

15 ii^b) Te the extent that the right te use the regiatered 

16 mark has become incontestable under aoction 4£y the rcgia-

17 tration shall be concluaivc evidence ef the validity ef the reg-

18 iatcrcd mark and ef the rcgiatration thereof, ef the rogia-

19 trant'a ownership ef the mark, and ef the rogiatrant's oxclu-

20 sive right te use the registered mark ha commerce. Such een-

21 eluaivc evidence ahall relate te the cxcluaivo right te use the 

22 mark en er ha connection with the gooda ef services specified 

23 m the affidavit Sled under the provisions ef aoction 4£ e*7 if 

24 fewer ha number, the renewal application filed under the pre-

25 viaiona ef section 9 hereof, aubjoct te any conditiona OF hmi-
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1 tations m the registration eg m suee affidavit ef renewal ap-

2 plication. Such oonoluaivo evidence ef the right te use the 

3 rogiotcrcd mark shall be subjcot te proof ef infringement as 

4 defined in section %^ and shall be subject te the following 

5 defenses er defootg:"; and 

6 (3) adding at the end ef the subsection, the 

7 following: 

8 lifa addition, equitable principles, including laches, estoppel, 

9 and acquiescence, where applicable, *nay be considered and 

10 applied.''. 

11 SBOT 3ST Section M ef- the Trademark Art ef ±046 (j£ 

12 U.S.C. 444£) is amended 

13 (*) in subsection (a) by— 

14 (A) striking e«t ^ the registrant ef a mark 

15 registered in the Patent and Trademark Office" 

16 and inserting in hea thereof "protected under this 

17 Aet^and 

18 £B) adding at the end thereof the following: 

19 "However, ne final judgment shall be entered in favor ef an 

20 applicant under section 4{b) who alleges likelihood ef confu-

21 sien prior te the mark being registered."; and 

22 (3) in subsection (e) by striking e«t "proceeding 

23 arising" and inserting in he» thereof "proceeding in-

24 volving a mark registered". 
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1 Seer 2Sr Seeties 35(a) ef the Trademark Aet el 4046 

2 (45 U.S.C. 1117(a)) is amended by striking e«t ^ the regis 

3 trant ef a mark registered is the Patent and Trademark 

4 Office" and inserting in lieu thereof "protected under this 

5 Aet^ 

6 Sfier 2h Section 36 ef the Trademark Aet ef 4046 (15 

7 U.S.C. 4448) is amended by— 

8 (4) striking eat ^ the registrant ef a mark rcgis-

9 tcrod in the Patent and Trademark Office" and insert 

10 isg is hes thereof "protected under this Act"; and 

11 (2) striking est "registered mark" and inserting is 

12 lies thereof "mark". 

13 Seer 38? Section 43(a) ef the Trademark Aet ef 4046 

14 (45 U.S.C 1125(a)) is amended te read as follows: 

15 "(a)(1) Any person whe uses is commerce es er is ees-

16 ncotion with asy goods er- services, er asy container fer-

17 goods, asy word, term, name, symbol, er device ef any com-

18 bination thereof, OF whe shah engage is any aetj trade prao-

er course ef conduct, which— 

20 li(A) is likely te cause confusion, er te cause sss-

21 take, er- te deceive as te the affiliation, connection, er 

22 association ef sues person with another, er te the 

23 origin, sponsorship, er approval ef his goods, services, 

24 er commercial activities by another; er 
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1 li£B) by use ef ft false doaignation of origin ef el ft 

2 false ef misleading description OF representation, OF by 

3 emission ef material informatiesj misrepresents the 

4 nature, characteristics, OF qualities ef his OF another 

5 person's goods, services, commercial activities OF their 

6 geographic origin; OF 

7 ^^G) is likely te disparage OF tarnish a mark «sed 

8 by another; 

9 shftU be liable in ft eivil aotion by any person whe believes 

is OF is likely tebe damaged i» his business BF profes-

11 sies by sues aotion. 

12 li{2) The relief provided is this subsection shatt be is 

13 addition te and shall set affect those remedies otherwise 

14 available under this Aety under common kbwy eF pursuant te 

15 ftsy statute ef the United States: Provided, That nothing is 

16 this subsootion shall be construed se fts te preempt the juris-

17 diction ef any State te grant relief is oases ef unfair com 

18 petition.". 

19 SCOT 3»T Section 43 ef the Trademark Aet ef 4046 (4S 

20 U.S.C. 1125) is amended by adding at the end thereof the 

21 following subsection: 

22 '-'(c)(1) The owner ef ft famous mark registered under 

23 the Aet ef March fr 43847 eF the Aet ef February 30? 4#Q&7 

24 OF es the principal register established herein seas' be esti-

25 tied? oubjoot te the principles ef equity, te as injunction 
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1 against another person's use m commerce ©f a mark, com™ 

2 mcnoing after the registrant's mark becomes famous, whioh 

3 causes dilution ©f the distinctive quality ©f the registrant's 

4 mark, and t© obtain sueh other relief provided i» this 

5 subsection, fe determining whether a mark m distinctive and 

6 famous, a court may consider factors sueh asy hut net limited 

7 t©— 

8 li^A) the degree ©f inherent ©r- acquired distino-

9 tivenoss ©f the mark; 

10 lifB) the duration and extent ©f use ©f the mark 

11 ©n ©F m connection with the goods ©r services; 

12 1£^0) the duration and extent ©f advertising a»d 

13 publicity ©f the mark; 

14 ^m?) the geographical extent ©f the trading area 

15 is which the mark is used; 

16 ii{E) the channels ©f trade f©r the goods ©r sorv-

17 1CC9 with which the mark is used; 

18 li£F) the degree ©f recognition ©f the mark m its 

19 ft»d ift the other person's trading areas and channels ©f 

20 trade; a»d 

21 1£{€F) the nature and extent ©f ttso of the 9QJ110 or 

22 similar marks by th»d parties. 

23 ^^2) ¥he registrant shatt he entitled ©sly t© injunctive 

24 relief ia as action brought under this subsootion, unless the 

25 subsequent user- willfully intended t© trade ©» the registrant's 
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1 reputation er te cause dilution ef the registrant's mark. B 

2 sseh willful intont is proven, the registrant shall ake be esti-

3 tied te the romcdico set fefth m aootions 35(a) ftsd 36 horoof, 

4 aubjoot te the diaorotion ef the court and the prinoiploa ef 

5 equity. 

6 li(3) Ownorahip ef ft valid rcgiatration under the Aet ef 

7 1881 e? the Aet ef 1905 ef es the principal rogiator ostab-

8 liahod heroin ahftH be a oomplote bar- te as aotion brought by 

9 another poraon, under the common law eg atatuto ef ft Stato, 

10 sooking te prevent dilution ef the diatinotivoncsa ef ft mark, 

11 label, er fefra ef advortiacmont.". 

12 SBOT gOr Section 44 ef the Trademark Aet ef ±046 (1£ 

13 U.S.C. 4436) » amended 

14 (4) by striking est "paragraph (b)^ eaeh place it 

15 appears and inacrting m lieu thereof "subsection (b)^ 

16 (3) in aubaootion (d)(2) by atriking est 1%st 

17 oommoroo need set be alleged" and inserting in lies 

18 thereof "including ft statement that the applicant has a 

19 bona fide intention te «se the mark is commerce"; 

20 (3) is subsection (d)(3), by striking est "foroing" 

21 ftsd inserting is fies thereof "foreign"; 

22 (4) is aubaootion (e) by adding ftt the esd thereof 

23 the following: "Tho application must state the appli-

24 cant'9 bona fide intention te sse the mark is oom-
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1 moroo, fest use m oommoroo ahall eet fee required prior 

2 te registration."; asd 

3 {&) is aubaoction #7 fey atriking est "paragraphs 

4 (e)y (d)^ asd inacrting m fees thereof "aubaeotiona {e)y 

5 <&& 

6 Seer MT Scotion 45 ef the Trademark Art el 1046 <4£ 

7 U.S.C. 4427) » amended fey— 

8 (±) amending the paragraph defining "related 

9 company" te read as follows: 

10 "The tens 'related company' means any poraon 

11 whose use ef ft mark is controlled fey the owner of the 

12 mark is respect te the nature asd quality el the goods 

13 e? services e» e* is connection with which the mark is 

14 used."; 

15 (3) amending the paragraph defining "trade 

16 name" and "commercial name" te feftd as follows: 

17 "The torma 'trade name' and 'commercial name' 

18 moan any name used fey a poraon te identify his buai-

19 seas e? vocation."; 

20 (3) amending the paragraph defining "trademark" 

21 te read as followa: 

22 "The tens 'trademark' means any word, name, 

23 symbol, e* device e* any combination thereof ssed by a 

24 person, e* which a person has a feesa fide intention te 

25 use is commerce and applies fer registration en the 
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1 prinoipal register established by this Aet̂  te identify 

2 and distinguish his goods, including ft unique product, 

3 from those ef others asd te indieato the souroo of the 

4 goods, even if thftfc source is unknownr^t 

5 (4) amending the paragraph defining "sorvioc 

6 mark" te Fead as follows: 

7 "The ierm 'service mark' means any word, name, 

8 symbol, or- device OF any combination thereof used by ft 

9 person, OF which a person has a bena Me intention te 

10 use is commerce and applies feF registration es the 

11 prinoipal register established by this Aet? te identify 

12 and distinguish the services ef ese person, including a 

13 unique service, frem those ef others asd te indieato the 

14 souroo of til© services, eves if fcllftt source is unknown. 

15 Titles, character names, asd other distinctive features 

16 ef radio OF television programs may be registered as 

17 sorvioc marks notwithstanding that they, OF the pre-

18 grams, stay advertise the goods ef the sponsor."; 

19 (5) amending the paragraph defining "certification 

20 mark" te read as follows: 

21 "The tens 'certification mark' means asy word, 

22 name, symbol, OF device OF asy combination thereof 

23 used by a person other than its owner, eF feF which 

24 there is a besa fide intention feF sues «se is commerce 

25 through the filing ef as application feF registration es 
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1 the principal register established by this Ae% te certify 

2 regional ef other origin, material, mode ef manufao 

3 tttfej quality, acouraoy, ef other characteristics ef sues 

4 person's goods ef services ef that the work ef labor eft 

5 the goods er services was performed fey members ef ft 

6 union ef other organization."; 

7 (G) amending the paragraph defining "collective 

8 mark'' te fead as follows: 

9 "The tefffi 'collective mark' moans a trademark 

10 ef service mark «sed by the members ef ft cooperative, 

11 as association, ef other collective group ef organiea-

12 tie»7 ef which saeh members have ft befta fide intention 

13 te use is oommeroc asd apply fef registration eft the 

14 prinoipal register established by this Aety a»d includes 

15 marks indicating membership m a union, a» assooia-

16 tie»y ef other organisation."; 

17 f?) amending the paragraph defining "mark" te 

18 fead as follows: 

19 "The tefffi 'mark' includes asy trademark, service 

20 mark, collective mark, ef certification mark."; 

21 (8) amending the matter which appears botwocn 

22 the paragraph defining "mark", asd the paragraph de-

23 fining "colorable imitation" te fead as follows: 

24 "The tefffi %se is oommeroc' means use ef a 

25 mark is the ordinary course ef trade, commensurate 
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1 wits the circumstances, asd set made mcroly te fe-

2 servo ft fight is ft mark. Per purposes ef this Aet; ft 

is use is oommoroo (14 es 

4 goods when it is plaood is asy manner es the goods ef 

5 tseif oontaincra ef the displays associated therewith ef 

6 es the tags ef labels affixed thereto, ef if the nature ef 

7 the goods makes sseh plaoomont impracticable tses es 

8 dooumonta associated with the goods ef tseif salej ftsd 

9 the goods are sekl ef transported is commcroc, 

10 es services when it is ssed er displayed is the sale ef 

11 advertising ef services ftlld tftO sorvicos ftfe rendered is 

12 oommorco, ef the sorviecs ftfe rendered is more thfts 

13 ese State ef is this asd ft foreign oountry aed the 

14 person rendering the sorviocs is engaged is oommoroo 

15 is connection therewith. 

16 lfA mark shftU he deemed te he 'abandoned'— 

17 li(44 when its «se has bees discontinued with 

18 intent set te resume. Intent set te resume saay be 

19 inferred kem circumstances. Nonuso fef twe ees-

20 scoutivc years shah1 be prima faeie cvidonoo ef 

21 abandonment? 'Use' means «se made is the efdi-

22 safy course ef trade, commensurate with the eif-

23 cumstancesj ftsd set made merely te reserve ft 

24 fight is ft mark; ef 
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1 ii{3) when any course ef eonduet ef the 

2 owner, including aets ef omission as ft9 COm 

3 mission, causes the mark te become the generic 

4 name for the goods OF services or- otherwise to 

5 lose its significance cba ft mark. Purchaser motiva 

6 ties shaft net fee a test for- determining abandon 

7 mont under this subparagraph. 

8 "The tern* 'dilution' moans the lessening ef the 

9 distinctive quality ef a famous mark through iiso of tho 

10 mark fey another person, regardless ef the presence er-

11 absence ef ft) competition between the users of the 

12 mark, e? (2) likelihood ef confusion, mistake, OF docop-

13 ties arising kem that use.". 

14 That this Act may be cited as the "Trademark Law Revision 

15 Act of 1988". 

16 SEC. 2. For purposes of this Act, the Act entitled "An 

17 Act to provide for the registration and protection of trade-

18 marks used in commerce, to carry out the provisions of cer-

19 tain international conventions, and for other purposes" shall 

20 be referred to as the "Trademark Act of 1946". 

21 SEC. 3. Section 1 of the Trademark Act of 1946 (15 

22 U. S. C. 1051) is amended by— 

23 (1) inserting a section heading before section 1 to 

24 read as follows: 

• S 1883 RS 



' 31 

1 "REQUIREMENTS FOR APPLYING TO REGISTER 

2 TRADEMARKS ON THE PRINCIPAL REGISTER "; 

3 (2) striking out "may register his" in the matter 

4 before subsection (a) and inserting in lieu thereof 

5 "may apply to register his"; 

6 (3) redesignating paragraphs (1), (2), and (3) of 

7 subsection (a) as subparagraphs (A), (B), and (C), 

8 respectively; 

9 (4) redesignating subsections (a), (b), and (c) as 

10 paragraphs (1), (2), and (3), respectively; 

11 (5) inserting "(a)" after "SECTION 1."; 

12 (6) striking out "applied to" in subsection 

13 (a)(1)(A), as redesignated herein, and inserting in lieu 

14 thereof "used on or in connection with"; 

15 (7) striking out "actually" in subsection 

16 (a)(1)(C), as redesignated herein; 

17 (8) striking out "filing" in subsection (a)(2), as 

18 redesignated herein, and inserting in lieu thereof "pre-

19 scribed"; and 

20 (9) adding at the end thereof the following: 

21 "(b) A person who has a bona fide intention to use a 

22 trademark in commerce, such intention to reflect the good 

23 faith circumstances relating to the intended use, may apply to 

24 register the trademark under this Act on the principal regis-

25 ter hereby established: 
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1 "(1) By filing in the Patent and Trademark 

2 Office— 

3 "(A) a written application, in such form as 

4 may be prescribed by the Commissioner, verified 

5 by the applicant, or by a member of the firm or 

6 an officer of the corporation or association apply-

7 ing, specifying applicant's domicile and citizen-

8 ship, applicant's bona fide intention to use the 

9 mark in commerce, the goods in connection with 

10 which the applicant has a bona fide intention to 

11 use the mark and the mode or manner in which 

12 the mark is intended to be used in connection 

13 with such goods, and including a statement to the 

14 effect that the person making the verification be-

15 lieves himself, or the firm, corporation, or associa-

16 tion in whose behalf he makes the verification, is 

17 entitled to use the mark in commerce, and that no 

18 other person, firm, corporation, or association, to 

19 the best of his knowledge and belief, has the right 

20 to use such mark in commerce either in the iden-

21 tical form thereof or in such near resemblance 

22 thereto as to be likely, when used on or in connec-

23 tion with the goods of such other person, to cause 

24 confusion, or to cause mistake, or to deceive. 

25 However, with the exception of applications filed 
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1 pursuant to section 44 of this Act, no mark shall 

2 be registered until the applicant has met the re-

3 quirements of section 13(b)(2) hereof; and 

4 "(B) a drawing of the mark. 

5 "(2) By paying in the Patent and Trademark 

6 Office the prescribed fee. 

7 "(3) By complying with such rules or regulations, 

8 not inconsistent with law, as may be prescribed by the 

9 Commissioner. 

10 "(c) At any time during examination of an application 

11 filed under subsection (b), an applicant who has made use of 

12 the mark in commerce may claim the benefits thereof for pur-

13 poses of this Act, by amending his application to bring it into 

14 conformity with the requirements of subsection (a).". 

15 iS.BC. 4. Section 2 of the Trademark Act of 1946 

16 (U.S.C. 1052) is amended— 

17 (1) by amending subsection (d) to read as follows: 

18 "(d) Consists of or comprises a mark which so resembles 

19 a mark registered in the Patent and Trademark Office, or a 

20 mark or trade name previously used in the United States by 

21 another and not abandoned, as to be likely, when applied to 

22 the goods of the applicant, to cause confusion, or to cause 

23 mistake, or to deceive: Provided, That when the Commission-

24 er determines that confusion, mistake, or deception is not 

25 likely to result from the continued use by more than one 
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1 person of the same or similar marks under conditions and 

2 limitations as to the mode or place of use of the marks or the 

3 goods in connection with which such marks are used, concur-

4 rent registrations may be issued to such persons when they 

5 have become entitled to use such marks as a result of their 

6 concurrent lawful use in commerce prior to (1) the earliest of 

7 the filing dates of the applications pending or of any registra-

8 tion issued under this Act; or (2) July 5, 1947, in the case of 

9 registrations previously issued under the Act of March 3, 

10 1881, or February 20, 1905, and continuing in full force 

11 and effect on that date; or (3) July 5, 1947, in the case of 

12 applications filed under the Act of February 20, 1905, and 

13 registered after July 5, 1947. Use prior to the filing date of 

14 any pending application or a registration shall not be re-

15 quired when the owner of such application or registration 

16 consents to the grant of a concurrent registration to the appli-

17 cant. Concurrent registrations may also be issued by the 

18 Commissioner when a court of competent jurisdiction has fi-

19 nally determined that more than one person is entitled to use 

20 the same or similar marks in commerce. In issuing concur-

21 rent registrations, the Commissioner shall prescribe condi-

22 tions and limitations as to the mode or place of use of the 

23 mark or the goods on or in connection with which such mark 

24 is registered to the respective persons;"; 

• S 1883 RS 



35 

1 (2) in subsection (e) by striking out "applied to" 

2 each place it appears and inserting in lieu thereof 

3 "used on or in connection with "; and 

4 (3) in subsection (f) by— 

5 (A) striking out "applied to" and inserting 

6 in lieu thereof "used on or in connection with"; 

7 and 

8 (B) striking out "five years" through the end 

9 of the subsection and inserting, in lieu thereof 

10 "five years next preceding an offer of proof by the 

11 applicant.". 

12 SEC. 5. Section 3 of the Trademark Act of 1946 (15 

13 U.S.C. 1053) is amended by— 

14 (1) striking out "used in commerce" in the first 

15 sentence; 

16 (2) striking out ", except when" through "mark is 

17 used" in the first sentence; and 

18 (3) striking out the second sentence. 

19 SEC. 6. Section 4 of the Trademark Act of 1946 (15 

20 U. S. C. 1054) is amended by— 

21 (1) striking out "origin used in commerce," and 

22 inserting in lieu thereof "origin, "; 

23 (2) striking out "except when" in the first sen-

24 tence and inserting in lieu thereof "except in the case 

25 of certification marks when "; and 
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1 (3) striking out the second sentence. 

2 SEC. 7. Section 5 of the Trademark Act of 1946 (15 

3 TJ.S.C. 1055) is amended by adding at the end thereof the 

4 following: "First use of a mark by a person, which use is 

5 controlled by the registrant or applicant for registration of the 

6 mark in respect to the nature and quality of the goods or 

7 services, shall inure to the benefit of the registrant or appli-

8 cant.". 

9 SEC. 8. Section 6(b) of the Trademark Act of 1946 (15 

10 TJ.S.C. 1056(b)) is amended by striking out "(d)" and in-

11 serting in lieu thereof "(e)". 

12 SEC. 9. Section 7 of the Trademark Act of 1946 (15 

13 U.S.C. 1057) is amended by— 

14 (1) amending subsection (b) to read as follows: 

15 "(b) A certificate of registration of a mark upon the 

16 principal register provided by this Act shall be prima facie 

17 evidence of the validity of the registered mark and of the reg-

18 istration thereof, of the registrant's ownership of the mark, 

19 and of the registrant's exclusive right to use the registered 

20 mark in commerce on or in connection with the goods or serv-

21 ices specified in the certificate, subject to any conditions or 

22 limitations stated therein."; 

23 (2) redesignating subsections (c), (d), (e), (f), 

24 and (g) as subsections (d), (e), (f), (g), and (h), 

25 respectively; 
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1 (3) inserting between subsection (b) and subsec-

2 tion (d), as redesignated herein, the following: 

3 "(c) Contingent on the registration of a mark on the 

4 principal register established herein, the filing of the applica-

5 tion to register such mark shall constitute constructive use of 

6 the mark, conferring a right of priority, nationwide in effect, 

7 on or in connection with the goods or services specified in the 

8 registration against any other person except for a person 

9 whose mark has not been abandoned and, who prior to such 

10 filing— 

11 "(1) has used the mark; 

12 "(2) has filed an application to register the mark 

13 ow the principal register and that application is pend-

14 ing or has resulted in registration of the mark on the 

15 principal register; or 

16 "(3) has filed a foreign application to register the 

17 mark on the basis of which he has acquired a right of 

18 priority by the timely filing under section 44(d) of an 

19 application to register the mark on the principal regis-

20 ter and that application is pending or has resulted in 

21 registration of the mark on the principal register."; 

22 (4) amending subsection (d), as redesignated 

23 herein, by striking out "fee herein provided" and in-

24 serting in lieu thereof "prescribed fee"; 
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1 (5) amending subsection (f), as redesignated 

2 herein, by striking out "fee required by law" and in-

3 serting in lieu thereof "prescribed fee"; and 

4 (6) amending subsection (h), as redesignated 

5 herein, by striking out "required fee" and inserting in 

6 lieu thereof "prescribed fee". 

7 SEC. 10. Section 8(a) of the Trademark Act of 1946 

8 (15 U.S.C. 1058a) is amended by— 

9 (1) striking out "twenty" and inserting in lieu 

10 thereof "ten"; and 

11 (2) striking out "showing that said mark is in use 

12 in commerce or showing that its" and inserting in lieu 

13 thereof "setting forth those goods or services recited in 

14 the registration on or in connection with which the 

15 mark is in use in commerce and having attached there­

in to a specimen or facsimile showing current use of the 

17 mark, or showing that any". 

18 SEC. 11. Section 9(a) of the Trademark Act of 1946 

19 (15 U.S.C. 1059(a)) is amended by striking out "twenty" 

20 and inserting in lieu thereof "ten". 

21 SEC. 12. Section 10 of the Trademark Act of 1946 (15 

22 U.S.C. 1060) is amended to read as follows: 

23 "ASSIGNMENT AND GRANT OF SECURITY INTEREST 

24 "SEC. 10. (a) A registered mark or a mark for which 

25 application to register has been filed shall be assignable with 

26 the goodwill of the business in which the mark is used, or 
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1 with that part of the goodwill of the business connected with 

2 the use of and symbolized by the mark. However, no applica-

3 tion to register a mark under section 1(b) shall be assignable 

4 prior to the filing of the verified statement of use under sec-

5 tion 13(b)(2), except to a successor to the business of the ap-

6 plicant, or portion thereof, to which the mark pertains. 

7 "(b)(1) A security interest in a registered mark, or a 

8 mark for which an application for registration has been filed 

9 under section 1(b) or subsection (d) or (e) of section 44, may 

10 be obtained and will be superior to any interest subsequently 

11 granted to a third party, provided— 

12 "(A) the party granted the security interest ob-

13 tains a security interest in the goodwill of the business 

14 in which the mark is used, or with that part of the 

15 goodwill of the business connected with the use of and 

16 symbolized by the mark; and 

17 "(B) notice of such interest is filed in the Patent 

18 and Trademark Office— 

19 "(i) within ten days after the interest is 

20 granted if the interest pertains to a registered 

21 mark or if it pertains to a mark which is the sub-

22 ject of an application for registration under sec-

23 tion 1(b) or subsection (d) or (e) of section 44, or 

24 "(ii) within four months after the mark is 

25 registered if the interest pertains to a mark which 
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1 is the subject of an application under section 1(a) 

2 or 23 and the person holding the interest has a 

3 valid, perfected interest pursuant to State law at 

4 the time the mark is registered. 

5 "(2) A party granted a security interest in a registered 

6 mark, or a mark for which an application for registration has 

7 been filed under section 1(b) or subsection (d) or (e) of section 

8 44, may, after default by the party granting the security in-

9 terest, require the debtor to assign the mark to— 

10 "(A) a transferee who is also being assigned that 

11 part of the goodwill of the business connected with the 

12 use of and symbolized by the mark; or 

13 "(B) the party holding the security interest, even 

14 though such party does not presently engage in the 

15 business to which the mark relates, provided that the 

16 secured party either subsequently engages in the busi-

17 ness to which the mark relates or holds the mark only 

18 for the purpose of subsequently transferring the mark 

19 along with the goodwill associated with the mark and 

20 that such subsequent transfer occurs prior to dissipa-

21 tion of the goodwill. 

22 "(3) A security interest in a mark obtained pursuant to 

23 this section will extend to the consideration received upon the 

24 sale, exchange, collection or other disposition of the mark for 

25 ten days after receipt of the consideration by the transferor 
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1 and will then lapse unless a financing statement or other 

2 document is filed as required by appropriate State law. 

3 "(c) In any assignment of or grant of a security interest 

4 in a mark it shall not be necessary to include the goodwill of 

5 the business connected with the use of and symbolized by any 

6 other mark used in the business or by the name or style 

7 under which the business is conducted. 

8 "(d) Assignments and grants of security interest shall 

9 be by instruments in writing duly executed. Acknowledgment 

10 shall be prima facie evidence of the execution of an assign-

11 ment or a grant of a security interest and when recorded in 

12 the Patent and Trademark Office the record shall be prima 

13 facie evidence of execution. An assignment of or grant of a 

14 security interest in a mark shall be void as against any sub-

lb sequent purchaser or other entity being granted an interest 

16 for a valuable consideration without notice, unless recorded 

17 in the Patent and Trademark Office— 

18 "(1) within three months after the date thereof or 

19 prior to such subsequent purchase in the case of an as-

20 signment; or 

21 "(2) pursuant to the provisions of subsection 

22 (b)(1)(B) or prior to the subsequent filing of a conflict-

23 ing interest, whichever is later, in the case of the grant 

24 of any security interest. 
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1 "(e) A separate record of documents submitted for re-

2 cording under this section shall be maintained in the Patent 

3 and Trademark Office. Such record shall include any re-

4 lease, cancellation, discharge, or satisfaction relating to any 

5 conveyance or other instrument affecting title to or any inter-

6 est in a registered mark or a mark for which application to 

7 register has been filed. 

8 "(f) An assignee or holder of a security interest not 

9 domiciled in the United States shall be subject to and comply 

10 with the provisions of section 1(d) of this Act.". 

11 SEC. 13. Section 12(a) of the Trademark Act of 1946 

12 (15 U.S.C. 1062a) is amended by— 

13 (1) striking out "fee herein provided" and insert-

14 ing in lieu thereof "prescribed fee"; and 

15 (2) striking out "to registration, the" and insert-

16 ing in lieu thereof "to registration, or would be entitled 

17 to registration upon the acceptance of the statement of 

18 use prescribed in section 13(b)(2) of this Act, the". 

19 SEC. 14. Section 13 of the Trademark Act of 1946 (15 

20 U. S. C. 1063) is amended by— 

21 (1) inserting "(a)" before "Any person"; 

22 (2) striking out "required fee" and inserting in 

23 lieu thereof "prescribed fee"; and 

24 (3) adding at the end thereof the following: 

25 "(b) Unless registration is successfully opposed— 
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1 "(1) a mark entitled to registration on the princi-

2 pal register based on an application filed under section 

3 1(a) or pursuant to section 44, shall be registered in 

4 the Patent and Trademark Office, and a certificate of 

5 registration issued, and notice of the registration shall 

6 be published in the Official Gazette of the Patent and 

7 Trademark Office; or 

8 "(2) a notice of allowance shall be issued to the 

9 applicant if he applied for registration under section 

10 1(b). Within six months following the date of the 

11 notice of allowance, the applicant must file in the 

12 Patent and Trademark Office, together with such 

13 number of specimens or facsimiles of the mark as used 

14 in commerce as may be required by the Commissioner 

15 and payment of the prescribed fee, a verified statement 

16 that the mark is in use in commerce and specifying the 

17 date of applicant's first use of the mark and the date of 

18 applicant's first use of the mark in commerce, those 

19 goods or services specified in the notice of allowance on 

20 or in connection with which the mark is used in com-

21 merce and the mode or manner in which the mark is 

22 used in connection with such goods or services. Subject 

23 to examination and acceptance of the statement of use, 

24 the mark shall be registered in the Patent and Trade-

25 mark Office, and a certificate of registration issued, for 
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1 those goods or services recited in the statement of use 

2 for which the mark is entitled to registration and notice 

3 of registration shall be published in the Official Ga-

4 zette of the Patent and Trademark Office. The notice 

5 shall specify the goods or services for which the mark 

6 is registered. 

7 "(A) The time for filing the statement of use shall 

8 be extended for an additional six-month period upon 

9 written request of the applicant prior to expiration of 

10 the six-month period. Such request shall be accompa-

11 nied by a verified statement that the applicant has a 

12 continued bona fide intention to use the mark in com-

13. merce and specifying those goods or services, identified 

14 in the notice of allowance on or in connection with 

15 which the applicant has a continued bona fide inten-

16 tion to use the mark in commerce. Up to six further 

17 extensions of six months each shall be obtained when 

18 requested prior to the expiration of the extended period 

19 and accompanied by a verified statement that the ap-

20 plicant has a continued bona fide intention to use the 

21 mark in commerce and specifying those goods or serv-

22 ices identified in the most recent extension for which 

23 the applicant has a continued bona fide intention to 

24 use the mark in commerce. Each request for an exten-
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1 sion shall be accompanied by payment of the prescribed 

2 fee. 

3 "(B) The Commissioner shall notify any appli-

4 cant who files a statement of use of the acceptance or 

5 refusal thereof and, if a refusal, the reasons therefor. 

6 An applicant may amend his statement of use. 

7 "(C) The failure to timely file a verified 

8 statement of use shall result in abandonment of the 

9 application.". 

10 SEC. 15. Section 14(c) of the Trademark Act of 1946 

11 (15 U.S.C. 1064(c)) is amended to read as follows: 

12 "(c) at any time if the registered mark becomes 

13 the generic name for the goods or services, or a portion 

14 thereof, for which it is registered, or has been aban-

15 doned, or its registration was obtained fraudulently or 

16 contrary to the provisions of section 4 or of subsection 

17 (a), (b), or (c) of section 2 for a registration hereunder, 

18 or contrary to similar prohibitory provisions of such 

19 prior Acts for a registration thereunder, or if the regis-

20 tered mark is being used by, or with the permission of, 

21 the registrant so as to misrepresent the source of the 

22 goods or services on or in connection with which the 

23 mark is used. If the registered mark becomes the gener-

24 ic name for less than all of the goods or services for 

25 which it is registered, a petition to cancel the registra­
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1 Hon for only those goods or services may be filed. A 

2 registered mark shall not be deemed to be the generic 

3 name of goods or services solely because such mark is 

4 also used as a name of or to identify a unique product 

5 or service. The primary significance of the registered 

6 mark to the relevant public rather than purchaser moti-

7 vation shall be the test for determining whether the reg-

8 istered mark has become the generic name of goods. or 

9 services on or in connection with which it has been 

10 used; or". 

11 SEC. 16. Section 15(4) of the Trademark Act of 1946 

12 (15 U.S.C. 1065(4)) is amended by striking out the common 

13 descriptive name of any article or substance, patented or 

14 otherwise and inserting in lieu thereof "the generic name". 

15 SEC. 17. Section 16 of the Trademark Act of 1946 (15 

16 U.S.C. 1066) is amended by striking out "applied to the 

17 goods or when used in connection with the services" and in-

18 serting in lieu thereof "used on or in connection with the 

19 goods or services". 

20 SEC. 18. Section 18 of the Trademark Act of 1946 (15 

21 U.S.C. 1068) is amended by— 

22 (1) striking out "or restrict" and inserting in lieu 

23 thereof "the registration, in whole or in part, may 

24 modify the application or registration by limiting the 
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1 goods or services specified therein, may otherwise re-

2 strict or rectify with respect to the register"; 

3 (2) striking out "or" before "may refuse"; and 

4 (3) adding at the end thereof the following: "How-

5 ever, no final judgment shall be entered in favor of an 

6 applicant under section 1(b) prior to the mark being 

7 registered, if such applicant cannot prevail without es-

8 tablishing constructive use pursuant to section 7(c).". 

9 SEC. 19. Section 19 of the Trademark Act of 1946 (15 

10 TJ.S.C. 1069) is amended by striking out the second sen-

11 tence. 

12 SEC. 20. Section 21 of the Trademark Act of 1946 (15 

13 TJ.S.C. 1071) is amended— 

14 (1) in subsection (a), by striking out "section 

15 21(b)" each place it appears and inserting in lieu 

16 thereof "subsection (b)"; 

17 (2) in subsection (a), by striking out "section 

18 21(a)(2) hereof" and inserting in lieu thereof "para-

19 graph (2) of this subsection"; 

20 (3) in subsection (a)(4), by adding at the end 

21 thereof the following: "However, no final judgment 

22 shall be entered in favor of an applicant under section 

23 1(b) prior to the mark being registered, if such appli-

24 cant cannot prevail without establishing constructive 

25 use pursuant to section 7(c).". 
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1 (4) in subsection (b), by striking out "section 

2 21(a)" each place it appears and inserting in lieu 

3 thereof "subsection (a)"; 

4 (5) in subsection (b)(1), by adding at the end 

5 thereof the following: "However, no final judgment 

6 shall be entered in favor of an applicant under section 

7 1(b) prior to the mark being registered, if such appli-

8 cant cannot prevail without establishing constructive 

9 use pursuant to section 7(c). ". 

10 (6) in subsection (b)(3), by amending the first 

11 sentence of such paragraph to read as follows: 

12 "(3) In any case where there is no adverse party, a copy 

13 of the complaint shall be served on the Commissioner, and, 

14 unless the court finds the expenses to be unreasonable, all the 

15 expenses of the proceeding shall be paid by the party bringing 

16 the case, whether the final decision is in favor of such party 

17 or not.". 

18 SEC. 21. Section 23 of the Trademark Act of 1946 (15 

19 U. S. C. 1091) is amended by— 

20 (1) inserting "(a)" before "In addition" in the 

21 first paragraph; 

22 (2) inserting "(b)" before "Upon the" in the 

23 second paragraph; 

24 (3) inserting "(c)" before "For the purposes" in 

25 the third paragraph; 
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1 (4) striking out "paragraphs (a)," in subsection 

2 (a), as designated herein, and inserting in lieu thereof 

3 "subsections (a),"; 

4 (5) striking out "have been in lawful use in com-

5 merce by the proprietor thereof, upon" in subsection 

6 (a), as designated herein, and inserting in lieu thereof 

7 "are in use in commerce by the owner thereof, on"; 

8 (6) striking out "for the year preceding the filing 

9 of the application" in subsection (a), as designated 

10 herein; 

11 (7) inserting before "section 1" in subsection (a), 

12 as designated herein, the following: "subsections (a) 

13 and (d) of"; 

14 (8) striking out "fee herein provided" in subsec-

15 tion (b), as designated herein, and inserting in lieu 

16 thereof "prescribed fee"; and 

17 (9) striking out the last paragraph. 

18 SEC. 22. Section 24 of the Trademark Act of 1946 (15 

19 U.S.C. 1092) is amended by— 

20 (1) striking out "verified" in the second sentence; 

21 (2) striking out "was not entitled to register the 

22 mark at the time of his application for registration 

23 thereof," and inserting in lieu thereof "is not entitled 

24 to registration, "; 
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1 (3) striking out "is not used by the registrant or"; 

2 and 

3 (4) adding at the end thereof the following: "How-

4 ever, no final judgment shall be entered in favor of an 

5 applicant under section 1(b) prior to the mark being 

6 registered, if such applicant cannot prevail without es-

7 tablishing constructive use pursuant to section 7(c).". 

8 SEC. 23. Section 26 of the Trademark Act of 1946 (15 

9 U. S. C. 1094) is amended by— 

10 (1) inserting "1(b)," after "sections"; and 

11 (2) inserting "7(c),"after "7(b)". 

12 SEC. 24. Section 27 of the Trademark Act of 1946 (15 

13 U.S.C. 1095) is amended by adding at the end thereof the 

14 following: "The filing of an application to register a mark on 

15 the supplemental register, or registration of a mark thereon, 

16 shall not constitute an admission that the mark is not eligible 

17 for registration on the principal register established herein. ". 

18 SEC. 25. Section 29 of the Trademark Act of 1946 (15 

19 U.S.C. 1111) is amended by striking out "as used". 

20 SEC. 26. Section 30 of the Trademark Act of 1946 (15 

21 U.S.C. 1112) is amended by— 

22 (1) inserting "or registrant's" after "applicant's"; 

23 (2) striking out "may file an application" and in-

24 serting in lieu thereof "may apply"; 
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1 (3) striking out "goods and services upon or in 

2 connection with which he is actually using the mark:" 

3 and inserting in lieu thereof "goods or services on or in 

4 connection with which he is using or he has a bona 

5 fide intention to use the mark in commerce:"; and 

6 (4) by amending the proviso to read: "Provided, 

7 That when the Commissioner by regulation permits the 

8 filing of an application for the registration of a mark 

9 for goods or services which fall within a plurality of 

10 classes, a fee equaling the sum of the fees for filing an 

11 application in each class shall be paid, and the Com-

12 missioner may issue a single certificate of registration 

13 for such mark.". 

14 SEC. 27. Section 31 of the Trademark Act of 1946 (15 

15 U.S.C. 1113) is amended by— 

16 (1) striking out "SECTION 31. FEES"; and 

17 (2) inserting "SEC. 31."before "(a)". 

18 SEC. 28. Section 32(2) of the Trademark Act of 1946 

19 (15 U.S.C. 1114(2)) is amended by striking out "injunc-

20 tion"and inserting in lieu thereof "injunctive". 

21 SEC. 29. Section 33(a) of the Trademark Act of 1946 

22 (15 U.S.C. 1115(a)) is amended by— 

23 (1) inserting "the validity of the registered mark 

24 and of the registration thereof, of the registrants own-

• S 1883 RS 



52 

1 ership of the mark, and of the" after "prima facie evi-

2 dence of"; 

3 (2) inserting "or in connection with" after "in 

4 commerce on";. 

5 (3) striking out "an opposing party" and insert-

6 ing in lieu thereof "another person "; and 

7 (4) inserting ", including those set forth in sub-

8 section (b)," after "or defect". 

9 SEC. 30. Section 33(b) of the Trademark Act of 1946 

10 (15 U.S.C. 1115(b)) is amended by— 

11 (1) amending the matter in subsection (b) before 

12 paragraph (1) to read as follows: 

13 "(b) To the extent that the right to use the registered 

14 mark has become incontestable under section 15, the registra-

15 tion shall be conclusive evidence of the validity of the regis-

16 tered mark and of the registration thereof, of the registrant's 

17 ownership of the mark, and of the registrant's exclusive right 

18 to use the registered mark in commerce. Such conclusive evi-

19 dence shall relate to the exclusive right to use the mark on or 

20 in connection with the goods or services specified in the affi-

21 davit filed under the provisions of section 15 or, if fewer in 

22 number, the renewal application filed under the provisions of 

23 section 9 hereof, subject to any conditions or limitations in 

24 the registration or in such affidavit or renewal application. 

25 Such conclusive evidence of the right to use the registered 
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1 mark shall be subject to proof of infringement as defined in 

2 section 32, and shall be subject to the following defenses or 

3 defects:"; 

4 (2) striking out "services in" in paragraph (3) 

5 and inserting in lieu thereof "services on or in"; 

6 (3) striking out "trade or service" in paragraph 

7 (4); 

8 (4) striking out "to users" in paragraph (4); 

9 (5) striking out "registration of the mark under 

10 this Act or" in paragraph (5) and inserting in lieu 

11 thereof "(A) the date of constructive use of the mark 

12 established pursuant to section 7(c), or (B) the reg'is-

13 tration of the mark under this Act if the application for 

14 registration is filed prior to the effective date of the 

15 Trademark Law Revision Act of 1988, or (C)"; and 

16 (6) adding at the end of the subsection, the follow-

17 ing: 

18 "In addition, equitable principles, including laches, estoppel, 

19 and acquiescence, where applicable, may be considered and 

20 applied.". 

21 SEC. 31. Section 34 of the Trademark Act of 1946 (15 

22 U.S.C. 1116) is amended— 

23 (1) in subsection (a) by— 

24 (A) striking out "of the registrant of a mark 

25 registered in the Patent and Trademark Office" 
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1 and inserting in lieu thereof "protected under this 

2 Act"; and 

3 (B) adding at the end thereof the following: 

4 "However, no final judgment shall he entered in favor of an 

5 applicant under section 1(b) prior to the mark being regis-

6 tered, if such applicant cannot prevail without establishing 

7 constructive use pursuant to section 7(c). "; and 

8 (2) in subsection (c) by— 

9 (A) striking out "proceeding arising" and in-

10 serting in lieu thereof "proceeding involving a 

11 mark registered"; and 

12 (B) striking out "decision is rendered, 

13 appeal taken or a decree issued" and inserting in 

14 lieu thereof "judgment is entered or an appeal is 

15 taken". 

16 SEC. 32. Section 35(a) of the Trademark Act of 1946 

17 (15 U.S.C. 1117(a)) is amended by striking out "of the reg-

18 istrant of a mark registered in the Patent and Trademark 

19 Office" and inserting in lieu thereof "protected under this 

20 Act". 

21 SEC. 33. Section 36 of the Trademark Act of 1946 (15 

22 U. S. C. 1118) is amended by— 

23 (1) striking out "of the registrant of a mark regis-

24 tered in the Patent and Trademark Office" and insert-

25 ing in lieu thereof "protected under this Act"; and 
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1 (2) striking out "registered mark" and inserting 

2 in lieu thereof "mark". 

3 SEC. 34. (a) Section 39 of the Trademark Act of 1946 

4 (15 U.S.C. 1121) is redesignated as subsection (a) of section 

5 39 by inserting "(a) " after "SEC. 39.". 

6 (b) Section 39a of the Trademark Act of 1946 (15 

7 U. S. C. 1121a) is redesignated as subsection (b) of section 39 

8 by striking out "SEC. 39a." and inserting in lieu thereof 

9 "(b)". 

10 (c) Subsection (b) of section 39, as redesignated herein, 

11 is amended by striking out "servicemarks" each place it ap-

12 pears and inserting in lieu thereof "service marks". 

13 SEC. 35. Section 43(a) of the Trademark Act of 1946 

14 (15 U. S. C. 1125(a)) is amended to read as follows: 

15 "(a)(1) Any person who uses in commerce on or in con-

16 nection with any goods or services, or any container for 

17 goods, any word, term, name, symbol, or device or any com-

18 bination thereof, or who shall engage in any act, trade prac-

19 tice, or course of conduct in commerce, which— 

20 "(A) is likely to cause confusion, or to cause mis-

21 take, or to deceive as to the affiliation, connection, or 

22 association of such person with another, or to the 

23 origin, sponsorship, or approval of his goods, services, 

24 or commercial activities by another; or 
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1 "(B) by use of a false designation of origin or of 

2 a false or misleading description or representation, 

3 misrepresents the nature, characteristics, or qualities of 

4 his or another person's goods, services, commercial ac-

5 tivities or their geographic origin; 

6 shall be liable in a civil action by any person who believes 

7 that he is or is likely to be damaged by such action. 

8 "(2) The relief provided in this subsection shall be in 

9 addition to and shall not affect those remedies otherwise 

10 available under this Act, under common law, or pursuant to 

11 any statute of the United States: Provided, That nothing in 

12 this subsection shall be construed so as to preempt the juris-

13 diction of any State to grant relief in cases of unfair com-

14 petition.". 

15 SEC. 36. Section 43 of the Trademark Act of 1946 (15 

16 U.S.C. 1125) is amended by adding at the end thereof the 

17 following new subsection: 

18 "(c)(1) The owner of a famous mark registered under 

19 the Act of March 3, 1881, or the Act of February 20, 1905, 

20 or on the principal register established herein shall be enti-

21 tied, subject to the principles of equity, taking into account, 

22 among other things, the good faith use of an individual's 

23 name or an indication of geographic origin, to an injunction 

24 against another person's use in commerce of a mark, com-

25 mencing after the registrant's mark becomes famous, which 
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1 causes dilution of the distinctive quality of the registrant's 

2 mark, and to obtain such other relief as is provided in this 

3 subsection. In determining whether a mark is famous and 

4 has distinctive quality, a court shall weigh the following and 

5 other relevant factors: 

6 "(A) whether the mark is inherently distinctive or 

7 has become distinctive through substantially exclusive 

8 and continuous use; 

9 "(B) whether the duration and extent of use of the 

10 mark are substantial; 

11 "(C) whether the duration and extent of advertis-

12 ing and publicity of the mark are substantial; 

13 "(D) whether the geographical extent of the trad-

14 ing area in which the mark is used is substantial; 

15 "(E) whether the mark has substantial renown in 

16 its and the other person's trading area and channels of 

17 trade; and 

18 "(F) whether the same or similar marks are being 

19 used substantially by third parties. 

20 "(2) The registrant shall be entitled only to injunctive 

21 relief in an action brought under this subsection, unless the 

22 subsequent user willfully intended to trade on the registrant's 

23 reputation or to cause dilution of the registrant's mark. If 

24 such willful intent is proven, the registrant shall also be enti-

25 tied to the remedies set forth in sections 35(a) and 36 hereof, 
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1 subject to the discretion of the court and the principles of 

2 equity. 

3 "(3) Ownership of a valid registration under the Act of 

4 1881 or the Act of 1905 or on the principal register estab-

5 lished herein shall be a complete bar to an action brought by 

6 another person, under the common law or statute of a State, 

7 seeking to prevent dilution of the distinctiveness of a mark, 

8 label, or form of advertisement.". 

9 SEC. 37. Section 44 of the Trademark Act of 1946 (15 

10 U.S.C. 1126) is amended— 

11 (1) by striking out "fees herein prescribed" in 

12 subsection (a) and inserting in lieu thereof "fees 

13 required herein"; 

14 (2) by striking out "paragraph (b)" each place it 

15 appears and inserting in lieu thereof "subsection (b)"; 

16 (3) in subsection (d) by striking out "sections 1, 

17 2, 3, 4, or 23" and inserting in lieu thereof "section 1, 

18 3, 4, 23, or 44(e)"; 

19 (4) in subsection (d)(2) by striking out "but use 

20 in commerce need not be alleged" and inserting in lieu 

21 thereof "including a statement that the applicant has a 

22 bona fide intention to use the mark in commerce"; 

23 (5) in subsection (d)(3), by striking out "forcing" 

24 and inserting in lieu thereof "foreign"; 
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1 (6) in subsection (e) by adding at the end thereof 

2 the following: "The application must state the appli-

3 cant's bona fide intention to use the mark in com-

4 merce, but use in commerce shall not be required prior 

5 to registration."; and 

6 (7) in subsection (f), by striking out "paragraphs 

7 (c), (d)," and inserting in lieu thereof "subsections (c), 

8 (d),". 

9 SEC. 38. Section 45 of the Trademark Act of 1946 (15 

10 U.S.C. 1127) is amended by— 

11 (1) amending the paragraph defining "related 

12 company" to read as follows: 

13 "The term 'related company' means any person 

14 whose use of a mark is controlled by the owner of the 

15 mark in respect to the nature and quality of the goods 

16 or services on or in connection with which the mark is 

17 used."; 

18 (2) amending the paragraph defining "trade 

19 name" and "commercial name" to read as follows: 

20 "The terms 'trade name' and 'commercial name' 

21 mean any name used by a person to identify his busi-

22 ness or vocation."; 

23 (3) amending the paragraph defining "trademark" 

24 to read as follows: 
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1 "The term 'trademark' means any word, name, 

2 symbol, or device or any combination thereof used by a 

3 person, or which a person has a bona fide intention to 

4 use in commerce and for which he applies for registra-

5 tion on the principal register established by this Act, to 

6 identify and distinguish his goods, including a unique 

7 product, from those of others and to indicate the source 

8 of the goods, even if that source is unknown."; 

9 (4) amending the paragraph defining "service 

10 mark" to read as follows: 

11 "The term 'service mark' means any word, name, 

12 symbol, or device or any combination thereof used by a 

13 person, or which a person has a bona fide intention to 

14 use in commerce and for which he applies for registra-

15 tion on the principal register established by this Act, to 

16 identify and distinguish the services of one person, in-

17 eluding a unique service, from those of others and to 

18 indicate the source of the services, even if that source is 

19 unknown. Titles, character names, and other distinc-

20 tive features of radio or television programs may be 

21 registered as service marks notwithstanding that they, 

22 or the programs, may advertise the goods of the 

23 sponsor."; 

24 (5) amending the paragraph defining "certifica-

25 tion mark" to read as follows: 
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1 "The term 'certification mark' means any word, 

2 name, symbol, or device or any combination thereof 

3 used by a person other than its owner, or for which 

4 there is a bona fide intention for such use in commerce 

5 through the filing of an application for registration on 

6 the principal register established by this Act, to certify 

7 regional or other origin, material, mode of manufac-

8 ture, quality, accuracy, or other characteristics of such 

9 person's goods or services or that the work or labor on 

10 the goods or services was performed by members of a 

11 union or other organization. "; 

12 (6) amending the paragraph defining "collective 

13 mark" to read as follows: 

14 "The term 'collective mark' means a trademark or 

15 service mark used by the members of a cooperative, an 

16 association, or other collective group or organization, or 

17 which such entity has a bona fide intention to use in 

18 commerce and for which it applies for registration on 

19 the principal register established by this Act, and in-

20 eludes marks indicating membership in a union, an 

21 association, or other organization."; 

22 (7) amending the paragraph defining "mark" to 

23 read as follows: 

24 "The term 'mark' includes any trademark, service 

25 mark, collective mark, or certification mark."; 
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1 (8) amending the matter which appears between 

2 the paragraph defining "mark", and the paragraph de-

3 fining "colorable imitation" to read as follows: 

4 "The term 'use in commerce1 means use of a 

5 mark in the ordinary course of trade, commensurate 

6 with the circumstances, and not made merely to reserve 

7 a right in a mark. For purposes of this Act, a mark 

8 shall be deemed to be in use in commerce (1) on goods 

9 when it is placed in any manner on the goods or their 

10 containers or the displays associated therewith or on 

11 the tags or labels affixed thereto, or if the nature of the 

12 goods makes such placement impracticable then on doc-

13 uments associated with the goods or their sale, and the 

14 goods are sold or transported in commerce, and (2) on 

15 services when it is used or displayed in the sale or ad-

16 vertising of services and the services are rendered in 

17 commerce, or the services are rendered in more than 

18 one State or in this and a foreign country and the 

19 person rendering the services is engaged in commerce 

20 in connection therewith. 

21 "A mark shall be deemed to be 'abandoned'— 

22 "(1) when its use has been discontinued with 

23 intent not to resume. Intent not to resume may be 

24 inferred from circumstances. Nonuse for two con-

25 secutive years shall be prima facie evidence oj 
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1 abandonment. 'Use' means use made in the ordi-

2 nary course of trade, commensurate with the cir-

3 cumstances, and not made merely to reserve a 

4 right in a mark; or 

5 "(2) when any course of conduct of the 

6 owner, including acts of omission as well as com-

7 mission, causes the mark to become the generic 

8 name for the goods or services or otherwise to lose 

9 its significance as a mark. Purchaser motivation 

10 shall not be a test for determining abandonment 

11 under this subparagraph. 

12 "The term 'dilution' means the material reduction 

13 of the distinctive quality of a famous mark through use 

14 of the mark by another person, regardless of the pres-

15 ence or absence of (1) competition between the users of 

16 the mark, or (2) likelihood of confusion, mistake, or de­

ll ception arising from that use. ". 

18 SEC. 39. The Trademark Act of 1946 is amended by 

19 adding at the end thereof the following: 

20 "SEC. 51. All certificates of registration based upon ap-

21 plications for registration pending in the Patent and Trade-

22 mark Office on the effective date of the Trademark Law Re-

23 vision Act of 1988 shall remain in force for a period of 10 

24 years.". 
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1 . SEC. 40. This Act and the amendments made by this 

2 Act shall become effective on the date one year after the date 

3 of enactment of this Act. 
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