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of an action at law, But Justice Woobs’ remark, even when
thus Inmited, requires also to be read in the light of the case
then at bar. In that case the patents were held void for
want of invention. To find them so, the court had only to
take judicial notice that windows had theretofore been
placed in opposite walls of rooms, and that rays of light
had {heretofore been reflected through apertures.

§ 446. The first and second defences are those which come
within the doctrines of the last section relevant to judicial
notice. The first defence is applicable only when a “ prin-
ciple’ has been patented, as for example by the eighth
claim of Morse,' or by the anmsthesia patent of Morton and
Jackson.” The applicability of those doctrines to that de-
fence is perhaps invariable. But where a patent is assailed
for want of invention on account of prior facts which must
be proved by evidence in order to be acted upon by courts,
there appears to be no warrant for saying that the second
defence need not be pleaded. Justice requires that the
plaintiff be notified beforehand of such a defence, as truly
a8 of the defence of want of novelty; for it may equally be
based on facts outside of the patent, and outside of the
knowledge of the inventor and of the plaintiff.

§ 447. The third defence may be based upon a special
plea, instead of on the general issue accompanied by notice,
and when that practice is adopted, that plea is the only
notice which the plaintiff can claim.® Federal courts of
equity, without any statute presecribing that course, have
always followed the law relevant to notices of want of nov-
elty; and have uniformly rejected evidence on that point,
unless the defendant, in his answer, gave the plaintiff the
same kind and degree of information thereof, that the statute
calls upon a defendant, who pleads the general issue at law,
to give in his notice.' Courts of law will probably follow

' O’Reilly ¢. Morse, 15 Howard, 2 Evans o. Eaton, 8 Wheaton, 504,
112, 1858. 1818,

* Morton 9. Infirmary, 5 Blatch. ¢ Agawam Co. 2. Jordan, 7 Wal-
116, 1862. lace, 583, 1868.
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this salutary example, and will eall upon defendants who
clect to plead specially, to make their special pleas as full
in this respect, ns the statute requires notices to be when
the general 1ssue 13 adopted.  So also, 1t has been held that
special pleas, when used instead of notices, must be filed at
least thirtv days before the term of trial, or the plaintift
will be eutitled to a continuance.’” This holding was so
reasonable that 1t can be supported on the ground that
every o urt has power to make reasonable rules to regulato
the time of filing pleas.” A special plea which has been
stricken out by order of court, cannot operate as a notico
and thus furnish the foundation of a defence which requires
a notice in the absence of a special plea.’

§ 448. 'The fourth defence is not among those which can
be made under the general issue accompanied by notice.
There 18 probably no case in which it has been successfully
made in equity, without being set up in the answer ; or at law,
without being set up in a special plea. In the absence of
such precedents, it would be unsafe for a pleader to attempt
such an innovation on the rules of the common law.

§ 449. The fifth and sixth defences always require evidence
outside of the patent, and outside of the doctrines of judicial
notice. They may be made under the general 1ssue accom-
panied by the statutory notice,' or under aspecial plea, but
there is no reason to suppose that they can lawfully be
made under the general issue alone.

§ 450. The seventh defence is not based on any express
statute. Its foundation is the general spirit of the patent
laws, re-enforced by the dicta of the Supreme Courtin the
- case of Railway Co. v. Sayles.® Evidence to support it must
always be drawn from outside of the patent, and must be
regularly introduced into the case. This defence 1s there-

! Phillips 0. Comstock, 4 McLean, 1849,
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fore to be mado by a special plea, when 1t 19 made at all.
But its applicability will always be very infrequent.

§ 451. T'he cighth defence may be made either by the gen-
ernl 1ssue accompanied by notice,' or by a specinl plea. 1t
applies to cuses where another than the patentee preceded
him in the first conception of the patented thing, but did
not precede him in adapting 1t to actual use. If that other
stopped with that conception, the validity of the patent is
not affected thereby, but if he uscd reasonable diligence in
adapting and perfecting the invention so conceived, no sub-
sequent inventor can have a valid patent, surreptitiously or
unjustly obtained by him for the same invention. Such a
patent 1s surreptitiously obtained, where the patentee ap-
propriates the idea from the first conceiver, and, exceeding
him in speed, reduces the invention to proper form, and
secures the patent, while the first conceiver is dihgently
laboring to adapt the invention to use. Such a patent 1s
unjustly obtained, if it is 1ssued to a subsequent inventor,
without notice to the first conceiver, when a caveat of the
first conceiver is on file in the Patent Office.” Where this
defence is pleaded, all its elements must be incorporated in
the plea. The allegation of unjust or surreptitious obtain-
ing of the patent, must be accompanied by an allegation
that the first conceiver was at the time using reasonable
diligence in adapting and perfecting the invention.’

§ 452, The ninth and tenth defences are based on the fact
that patents can lawfully be granted to no one but the in-
ventors of the things covered thereby, or to those who rep-
resent them as assigns: or legal representatives. Neither
of those defences can ever receive any support from the face
of the patent, or from any fact of which any court can take
judicial notice. Both depend upon evidence aliunde, and
either must be interposed in a special plea, for the statute

' Revised Statutes, Section 4920. 2 Agawam Co. 0. Jordan, 7 Wal-
? Phelps v. Brown, 4 Blatch. 862, lace, /88, 1868.
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does not include either among those defences which may be
made under the genaral issue nccompanied by notice.!

§ 453. The elevenih defence may be set up under the gen-
cral 1ssue accompanied by notice,” or 1 a specaad plea. 1t
is o defence which is oftener put in by pleadors who are at
n loss how to defend, than it 13 by those who assail patents
intelligently. It has seldom or never been made with sue-
cess, becnuse patents are seldom or never obnoxious to the
objection which it involves. KEven where a patent does
contain too much or too little, this defence does not apply,
unless the fault was intended, and was intended to deceive
the public.®

§ 454. The twelfth defence is somewhat sumilar to the first
member of the eleventh ; but unlike that, 1t cannot be based
on the general 1ssue accompanied by notice ; and it does not
require the element of intention to deceive. It is based
upon that provision of the statute which makes a full, clear,
concise, and exact description of the invention a preraquisito
to the jurisdiction of the Commissioner to grant a patent.’
If a patent falls below the statutory requirement in that
respect, that patent is void.® Whether a given patent does
so fall, 1s a question of evidence and not of construction.’
This defence must be interposed in a special plea; for
neither the statute nor any precedent contemplates its be-
ing based on the general issue, either with or without
notice ; and still less does any rule of law provide for its
being made on the trial of an action without being pleaded
at all.

§ 455. The thirteenth defence i1s based on the statute
which requires, that before any inventor shall receive a
patent for his invention, he shall particularly point out, and
distinctly claim, the part, improvement, or combination

' Butler . Bainbridge, 29 Fed. ¢ Revised Statutes, Section 4888.
Rep. 143, 1886. “ O'Reilly v. Morse, 15 Howard,

* Revised Statutes, S8ection 4920, 62, 1858.
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which he elatms as his invention.' It is a defence of decided
merit, aimed by the policy of the law at nebulous elaims.
The courts have not heretofore gone quite so far in uphold-
ing this defence, as the statuto would perhaps justify.
Probably the strongest judicial Innguage heretofore used on
the subject, 1s that of the Supreme Court in the caso of
Carlton »v. Bokee." In that case, Justice BraprLey, in de-
livering the opinivn, said that: “ Where a specification by
ambiguity and a needless multiplication of nebulous clans,
is caleulated to decelve and mislead the publie, the patent
is voud.,” A special plea 1s also the best and safest means
of interposing this defence ; though there 1s less meritorious
necessity for special pleading in support of it, than 1 sup-
port of any other defence which assails the validity of a
patent. The question of such vahdity, as against this
defence, is & question of construction of the document, to
decide which, a judge will seldom require aid from outside
the letters patent themselves.

§ 456. The fourteenth defence is based upon the statute
which provides that where a new invention and an old one
are both claimed in a patent, the patentee may sustain an
action on the former, but not unless he disclaims the latter
without unreasonable delay.® That the old invention was
old, and that the delay to disclaim it was unreasonable, are
matters of fact depending upon evidence. There is there-
fore no reason to suppose that this defence can be made in
any action at law, without a special plea to give it entrance.

§ 457. The fifteenth defence goes to the jurisdiction of
the Commissioner to reissue the patent in suit. In the
chapter on reissues, the defence is discussed with some ful-
ness. Whatever doubt may exist relevant to its validity,
it is clear that the questions which are involved in its ap-
plicability to a particular case, are mainly questions of fact,
depending upon evidence in pais, and that a special plea is

' Revised Statutes, Section 4888. 2 Revised Statutes, Section 4922,

* Carlton ». Bokee, 17 Wallace, ¢ Sections 221 to 225 of this book.
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therefore the proper means of bringing it to the attention
of the court,

y 458. The sixteenth defence originated in the year 1882,
and though not based on the letter of any statute, it has
been many times enforced. The first element in its founda-
tion 18 a point of comparative construction of the original
and the reissue patent. But inasmuch as a plaintiff, suiug
on a reissue, need not introduce the original in evidence,
even that element depends upon proof by the defendant of
the contents of the original. 'The second element is a vari-
able quantity, for the particular length of time, between the
date of an original and the application for a reissue patent,
which will be fatal to a broadened reissue, depends upon
the circumstances of each case, and those circumstances can
be made known to the court through evidence alone. These
considerations point to the propriety of disregarding this
defence, in an action at law, unless it is set up in a special
plea, and the plaintiff thus notified of what he must meet
on the trial.

§ 459. The seventeenth defence depends upon proof of
the original patent, and requires at least that amount of
evidence to support it. In cases where the question of
sameness or difference of invention is a complicated one,
courts may require the benefit of evidence on that subject
to aid them in deciding the point. In order to give both
" sides an opportunity to produce such evidence, a special
plea 18 necessary to be insisted upon.

§ 460. The eighteenth defence has seldom been made, and
has never been made successfully in any reported case. 1t
will probably never again be applicable to any extension,
for extensions capable of being sued upon are rapidly
diminishing in number. If an occasion should arise for its
interposition, it ought to be set up in a special plea, for 1t
depends upon a point of fact, and one upon which evidence
outside of the patent is likely to be required.

§ 461. The nineteenth defence will of course require evi-

I Miller 9. Brass Co. 104 U, 8. 350, 1882.
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dence of the record of the court which repealed the patent.
But as that record cannot be contradicted by any evidence,
and as no repeal could have been had without the knowl-
edge of the plaintiff or his privies, there seems to he no
meritorious reason why a special plea should be insisted
upon to sustain this defence. But in the absence of a
precedent, that will be the safest pleading for the defendant
to file.

§ 462, The twentieth defence demands a special plea, be-
cause the evidence to prove it must come from outside of
the patent, and when produced 1t must generally be sup-
ported by expert testimony that the foreign patent pro-
duced is really one for the same invention as the United
© States patent in suit. Indeed the defence may fail even then,
for it cannot stand against proof that the foreign patent was
surreptitiously taken out by another than the United States
patentee, and without his knowledge or consent. It would
be highly unjust to allow a plaintiff to be surprised on the
trial of an action at law, with proof of a foreign patent for
his invention granted to another, after his invention was
made, but before the date of his patent. Such a piece of
evidence, if unexplained, would limit the duration of the
United States patent, and thus perhaps defeat the suit.’
But if the plaintiff could have time to prove that it was
granted without the knowledge or consent of the inventor
or patentee, it would have no unfavorable effect upon his
rights. It is clear, therefore, that no such issue ought
to be sprung upon a plaintiff when before the court. A
special plea is requisite to cive him notice of a fact appar-
ently so unfavorable, but which may really be harmless
when explained.

§ 463. The twenty-first defence is prima facie made out,
by proof that the plaintiff made or sold specimens of his in-
vention without marking them * patented.” But it can be
partly overthrown by proof that the defendant continued
to infringe, after he was duly notified of the patent and of

I Revised Statutes, Section 4887.
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his nfringement.' It is therefore certain that the prima
facie evidence ought not to bo admitted without a special
plea, bocause 1if it were, a verdiet might be based on only
half of the truth, even where the other half would have led
to a contrary conclusion if the plaintiff had been notitied
of the necessity of producing the evidence to prove 1t.*

§ 464. The twenty-second defence can be made under
the general issue, where the defendant merely proposes to
argue that the plaintifi’s evidence does not make out any
title, or makes out no such title as enables him to sue in an
action at law. DBut where the defendant attacks the plnin-
tiff’s title on the basis of a paramount assignment to another,
he ought to plead the defence specially, for otherwise the
plaintiff might be surprised on the trial with evidence which,
with a little time for preparation, he could perhaps explain
away, or perhaps overthrow.

§ 465. The twenty-third and twenty-fourth defences both
required to be pleaded specially according to the pleading
rules of the ancient common law.” But under the relaxa-
tion which obtained in England, late 1n the last century,
they could, in ordinary cases, have been proved under the
general issue.,' That relaxation does not, however, deserve
to be extended by any process of reasoning by analogy;
and it is possible that the courts will hold that 1t does not
apply to patent litigation in the United States.

§ 466. The twenty-fifth defence 1s one to which the plea
of the general issue is, and always was, appropriate, for it
is a defence which consists simply in a denial of the alleged
infringement.” And even where a proper defence of non-
infringement involves evidence of the state of the art, the
general issue is a sufficient plea under which to make such
a defence, because no notice to the plaintiff is necessary to
render such evidence admissible.’

! Revised Statutes, Section 4900. ¢ 1 Chitty on Pleading, 491.
!.Rubker Co. v. Goodyear, 9 Wal- * Stephen on Pleading. 160.
lace, 801, 1869. * Dunbar ». Myers, 94 U S. 198,
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CHAl. XVIIL ] ACTIONS AT LAW, 357

§ 467. The twenty-sixth defenee 18 ag proper 1 an action
ab lanw ad 1t 1s 10 an action e equity.’  Istoppels m patent
cases are like those in other cases, in that they are divisible
into three classes : listoppels by matter of record ; by mat-
ter of deed ; and by matter in pas. The principles of estop-
pel constitute a systematic department of the law, to the
delineation and development of which a number of text-
writers have devoted careful and thorough consideration.
No extensive discussion of the subject 1s therefore to be
expected in this book. Something has already been written
about estoppel 1 pais, in connection with the subject of
implied licenses.” Something more may be added in this
place, about estoppels by matter of record, and by matter
of deed, for the patent precedents contain a few cases in
which those doctrines have been applied to controversies
touching letters patent for inventions. But the investigator
will often need to resort to the standard text-books on
estoppel, when seeking for the law applicable to such mat-
ters, as they may hereafter arise in patent litigation; for
the instances in which the doctrines of estoppel have here-
tofore been applied to patent cases are comparatively few.
Those doctrines may, however, be deduced from other kinds
of causes, and then applied in patent litigation with all their
inherent force.’

§ 468. Estoppel by matter of record arises out of the doc-
trine of res judicata ; and Iindeed that sort of estoppel gen-
erally and properly passes under the name of that doctrine.
It is a requirement of public policy and of private peace,
that each particular litigation shall duly come to an end,
and that when once ended, 1t shall not be revived. The law
therefore properly requires that things adjudicated, shall
not again be drawn in question between the same parties,
or between any persons whose connection with the adjudica-

434, 1885; Grier ». Wilt, 120 U. 8.  ton, 16 Fed. Rep. 477, 1883.
429, 1886. ? Section 313 of this book.
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tion is such that they ought not to be permtted to gainsay
its result. But things are not adjudicated in this sense
till they are adjudicated finally. Inteilocutory decrees,
therefore, furnish no foundation for a plea of res judicata.’
A final decree is pleadable, in a subsequent action, notwith-
standing the defendant may have new defences to inter-
pose : defences, which he did not deem it necessary to make
to the former suit, or did not learn of in time to set them
up in the former litigation. And final decrees or judg-
ments are not only binding on the parties to the actions
from which they resulted, but they are also binding upon
all persons who purchase interests in the subject-matter of
litigation after such decrees or judgments are entered ;®
and upon all persons who assumed the control and expense
of the former litigation, even though not parties thereto.*
So also, judgments by default, decrees pro confesso and con-
sent decrees are pleadable as res judiwcata, if they are final
in their nature, with the same effect as are judgments or
decrees whick were rendered after a long-contested litiga-
tion.” But in order to be binding on either party to a new
action, a former judgment or decree must be binding on
both. No former adjudication is pleadable in favor of either
party to a suit unless 1t would have been pleadable against
him, if it had been rendered the other way.” But a decree
may be pleadable against a complainant, only on a single
point in a subsequent case, though it would have been

! Rumford Chemical Works ». Asbestos Felting Co. 4 Fed. Rep.
Hecker, 2 Bann. & Ard. 359, 1876; 816, 1880; American Bell Telephone
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Whitney, 2 Bann, & Ard. 83, 1875; * Ingersoll ». Jewett, 16 Blatch.
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pleadable agamst the defendant on all the points in that
case, 1f 1t had been rendered the other way ; because to be
rendered the other way, all those points would have to be
decided for the complainant, whereas only one of those
points might have to be decided against the complainant,
in order to necessitate a decree for the defendant.’

§ 469. Estoppel by matter of deed may also arise in pat-
ent affairs. Where, for example, an assignor or grantor of
a patent right, afterward infringes the right which he con-
veyed, he is estopped, by his conveyance, from denying the
validity of the patent, when sued for its infringement,’ even
‘where the invalidity 1s due to an unlawful reissue obtained
after the assignment,®

§ 470. The defence of estoppel requires a special plea to
introduce 1t iInto a litigation. Thus, for example, if a
former judgment or decree is not pleaded as an estoppel
by a defendant, he refers the merits of the controversy
anew to the court. The former adjudication may be used
as an argument, but it cannot be relied upon as a bar, un-
less it is set up in a special plea.*

§ 471. The twenty-seventh defence must always be spec-
1ally pleaded by the defendant, or it will be disregarded by
the court.” No defendant can avail himself of any statute
of limitation, upon the general issue.” In the matter of
pleading this defence, there is therefore no mystery and no
doubt. But when the pleader looks for a particular statute
of limitation to set up in a particular case, he is likely to
encounter some of the most complex and difficult questions
he ever met. An explanation of the subject may therefore
properly be inserted in this place.

§ 472. Section 55 of the Patent Act of 1870 related to
remedies for infringements of patents, and its final clause

I Steam Gauge & Lantern Co. ». 919, 1887.

Meyrose, 27 Fed. Rep. 218, 1886. ¢ 1 Chitty on Pleading. 509.
* Consolidated Middlings Purifier * 1 Chitty on Pleading, 498.

Co. v. Guilder, 9 Fed. Rep. 156, 1881. ¢ Neale v. Walker, 1 Cranch’s
® Burdsall ». Curran, 81 Fed. Rep.  Circuit Court Reports, 57, 1802,
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provided that: “All actions shall be brought during the
term for which the letters patent shall be granted or ex-
tended, or within six years after the expiration thereof.”’
That enactment continued to be 1 full force until the pass-
age of the Revised Statutes, June 22, 1874, It was, how-
ever, omitted from that compilation, and by operation of
Section 5596, was thercby repealed as to all rights of acetiom
thereafter to accrue; but by virtue of Sectiml 0099 1t was
left in full force as to all rights of action 1n existence at the
date of the repeal.” No further national legislation has
been had relevant to the subject, up to the time of the pub-
lication of this book. This national statute of limitation
has no application to any infringement committed since
June 22, 1874. It applies fully to all infringements com-
mitted between that day and July 8, 1870, the day whereon
it was enacted. To what extent 1t applies to immfringements
committed before the latter date is an ntricate question.
It is convenient first to examine that point; and having as-
certalined 1t as well as may be, to inquire what is the true
construction of the statute as to those rights of action to
which it is found to apply.

§ 473. Rights of action based on infringements of patents
which expired more than six years before July 8, 1870,
would, according to the terms of the statute of that date, be
barred the moment of its approval by the President. Now
while the legislative power has constitutional authority to
make a statute of limitation retroactive to the extent of
making it apply to rights of action already accrued, it has
no authority to make such a statute retroactive to the ex-
tent of making it cut off a right of action the moment of its
passage. To do the latter thing, would be to deprive per-
sons of property without due process of law, and would
therefore be unconstitutional. Where a statute of limita-

1 16 Statutes at Large, Ch. 230, 1888; May ». County of Logan, 30
See. 55, p. 200. Fed. Rep. 256, 1887.

? Hayden o. Oriental Mills, 22 3 Fifth Amendment to the Consti-
Fed. Rep. 103, 1884; May ». County tution of the United States.
of Buchanan, 29 Fed. Rep. 470,
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tion, if hterally construed, would have that eflect, the
courts will avoid that result by construction.  Some courts
have, with this purpose, held that such a statute does not
apply at all to rights of action old enough to be fully
barred by it at the time of 1ts passage.  Others have held
that such rights of action may be sued on after the passage
of such a statute, if the actions are hrought within a reason-
able time after its passage. ‘L'he Supreme Court of the
United States has decided that such rights of action may
be sued upon within the same length of time after the pass-
are of such a statute, as that within which the statute
provides that subsequently aceruing rights of action must
be sued upon after they accrue.' 1t is certain, therefore,
that all rights of action for infringements of patents which
expired before July 8, 1864, are now barred by the national
statute of limitation, unless actions were begun to enforce
them as early as July 8, 1876. The same considerations
apply with equal force to patents which expired between
July 8, 1864, and July 8, 1870; and all rights of action
based on infringements of those patents are also barred, un-
less actions were brought to enforce them within six years
after the last mentioned day.

§ 474, Infringements committed before July 8, 1870, of
patents which did not expire till after that time, are doubt-
less subject to the operation of the national statute in pre-
cisely the same way as are infringements committed while
that statute was in full force, to wit, between July 8, 1870,
and June 22, 1874. The owners of rights of action arising
out of either of these classes of infringement, had at least
six years in which to begin actions for their enforcement;
and it is therefore clear that the courts will do nothing by
way of construction to relieve them from the literal opera-
tion of the statute.

§ 475. The application to unextended patents of the
points of law which are explained in the last two sections,
is somewhat complicated ; but when those points require to

! Sohn ». Waterson, 17 Wallace, 596, 18738.
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be apphed to extended patents, an additional complexity
arises. Does the national statute of limitation treat the
first fourteen years of a patent separately from the last
seven years, or does it treat both spaces of fime as one
term of twenty-one years? This inquiry is immaterial to
the welfare of rights of action under the extended term of
a patent ; but it may be vital to those which arose under
an original term. If the statute means, that actions based
on an original term must be brought within six years after
the expiration of that term, they are barred seven years
sooner than they are if the statute means that all actions
under a particular patent, may be brought during any part
of the life of that patent, or within six years after its final
expiration. Whether the statute has the one or the other
of these meanings, is an unsettled question. The best of
the arguments in favor of the first view are contained in a
decision of Judge BARR;' and some of those supporting
the second view are to be found in an opinion of Judge
HucHEs." The only other decisions of the point which are
contained in the reports, are those of Justice HARLAN," and
of Judges DiLiloN and Love,' and of Judge Cort.® Allof
these jurists held the first view of the question : held that
actions for infringements of the first term of an extended
patent, must, according to the national statute of limitation,
be brought during that term, or within six years after the
expiration thereof.

§ 476. State statutes of limitation can never apply to any
right of action under a patent, if that particular right 1s
subject to the running of a national statute of limitation.
This point of law follows from the fact that the States have

! Sayles’ Executor ». Railroad Co. City Railroad Co. § Dillon, 562,
9 Fed. Rep. 512, 1881. 1887.
? Sayles 2. Richmond, Fredericks. 5 Hayden 9. Oriental Mills, 22
burg & Potomac Railroad Co. 4 Fed. Rep. 103, 1884.
Bann. & Ard. 431, 1879. ¢ Sayles . Oregon Central Rail-
¥ Sayles 9. Lake Shore and Mich- road Co. 4 Bann. & Ard. 420, 1879;
igan Southern Rajlway Co. 9 Fed. Hayden . Oriental Mills, 22 Fed.
Rep. 515, 1879. Rep. 108, 1884 ; May ¢. County cf
¢ Sayles 9. Dubuque and Sioux Logan, 80 Fed. Rep. 256, 1887.
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no right to control the operation of the patent laws ;' and
from the fact that Congress never adopted State laws for
the goverment of Ifederal courts, in any case where the
Constitution, treaties, or statutes of the United States spec-
ially attend to the subject." The rule of this section ap-
plies even to rights of action that were old enough, at the
time of the approval of the national limitation, to have been
fully barred by some State limitation, if they had been sued
upon, and if the State limitation had been pleaded, and had
been leld to be applicable. This last point follows from
the rule that the statute 1n force when the suit 1s brought,
determines the right of a party to sue for a claim.’ If,
therefore, for example, an action 1s begun after July 8§,
1870, and before July 8, 1884, for infringement committed
before July 8, 1865, of a seventeen years patent, granted
July 8, 1861; that action will not be barred by any five
years State statute of limitation; because the case i1s still
provided for by the national statute on the subject of limi-
tation of actions for infringements of patents ; and because
the statute in force when the action is begun, and not any
statute which might have been in force when it might have
been begun, is the one to determine whether it can be sus-
tained. Nor will such a right of action be barred by
the national limitation, if it was sued upon before July 8,
1884, because, in that event, it was sued upon within six
years after the expiration of the patent. 1t follows from
the foregoing that an action may still be successfully
brought for any infringement which was committed before
June 22, 1874, of any seventeen-years patent which has not
yet expired, or which expired less than six years before
such action is brougut. It follows also, that no action can
hereafter be commenced, for any infringeiment committed
before the last-mentioned day of any unextended fourteen-

I M’Culloch 2. Maryland, 4 Whea- Statutes at Large, Ch. 20, p. 92.
ton, 436, 1819. 3 Patterson 2. Gaines, 6 Howard,
? Revised Statutes, 721; Section 601, 1848,
34 of the Judiciary Act of 1789; 1
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years patent, because every such patent expired more than
81X years ago.  Whether any action can still be sustained
upon any infringement, committed before the last-men-
tioned day, of the first term of any extended fourteen-yenrs
patent, depends first upon whether the extension expirved
more than six years before such suit was brought, and if it
did not, then the question depends upon the answer to the
question stated and explained in Section 475 of this book.
Whether any action can still be sustained for any in-
fringement committed before the last-mentioned day of the
extended term of any fourteen-years patent, depends upon
whether that extended term expired more thau six years
before such action was begun. Thus it appears that all suits
for infringements which were committed before June 22,
1874, may stand or must fall according to the national
statute of limitation. Actions based on infringements com-
mitted since the last-named day, are subjected to no statute
of limitation, or to those of the States alone.

§ 477. Whether State statutes of limitation apply to such
rights of action for infringements of patents, as are not sub-
ject to any national limifation, is a very important and
much controverted question. It has never been decided or
discussed in any Supreme Court case; but on the circuit,
it has five times been decided in the affirmative,' and twelve
times in the negative,’ and once the judges leaned strongly
to the negative opinion, though they left the point open to
further debate.® The fourth of the affirmative decisions was

1 Parker ». Hall, 2 Fisher, 62,
1857; Parker ». Hawk, 2 Fisher, 58,
1857 : Rich 2. Ricketts, T Blatch.
230, 1870; Haydcen o, Oriental Mills,

015, 1878; Adams ». S8tamping Co.
20 Fed. Rep. 270, 1885: May o.
County of Fond du Lac, 27 Fed. Rep.
692, 1886; May o». County of Bu-

15 Fed. Rep. 605, 1888; Royer o.
Coupe, 29 Fed. Rep. 362, 1886.

? Parker . Hallock, 2 Fisher, 43,
1857 : Collins o, Peebles, 2 Fisher,
541, 1885; Read ». Miller, 2 Bissell,
16, 1867 ; Wetherill ». Zinc Co. 1
Bann. & Ard. 489, 1874; Anthony ».
Camvoll, 2 Bann, & Ar. 195, 1875,
Sayles ». Lake Shore and Michigan
Southern Railway Co. 9 Fed. Rep.

chanan, 29 Fed. Rep. 409, 1886; May
v. County of Logan. 30 Fed. Rep.
257, 1887; May o. County of Cass,
80 Fed. Rep. 762, 1887: May o
County of Ralls, 831 Fed. Rep. 473,
1887.

4 S8ayles ». Dubuque and Sioux
City Railroad Co. 5§ Dillon, 562,
1878.
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delivered by Judge Lowrwnn, and 1s abler than either of the
other opinions on that side of the question; while Ins pre-
decessor, Judgo SukrrLry, delivered the fifth of the opinions
which support the negative view.

Those who hold the athrmative of the question, must bhase
their argument on Section 721 of the Revised Statutes,
which is a substantial and nearly literal transcript of Sec-
tion 34 of the Judiciary Act of 1789, and which provides :
“That the laws of the several States, except where the
Constitution, treaties, or statutes of the United States
otherwise require or provide, shall be regarded as rules of
decision 1n trials at common law, in the courts of the United
States, in cases where they apply.” This language appears
to be broad enough to cover the application to a patent
suit, of a State statute prescribing the time within which
actions of trespass on the case must be begun. DBut the
Supreme Court has held that: ¢ The section above quoted
was merely intended to confer on the courts of the United
States, the jurisdiction necessary to enable them to ad-
~ minister the laws of the States.”' If that doctrine i1s ad-
hered to by that court, it will follow that State statutes of
limitation do not apply to patent actions in the Federal
courts. But the holding in the case of the United States v.
Reid, does not seem to have been constantly remembered
by the Supreme Court justices, for while Chief Justice
TANEY, who delivered that opinion, still sat upon the bench,
the court three times decided that State statutes relevant
to rules of evidence are applicable to patent actions at law
in Federal courts.®

In view of the foregoing contradictory authorities, 1t 1s
certain that the question is deeply enveloped in doubt.
The point ought therefore to be decided in the negative, for
rights of property ought not to be cut off by any statute of

! United States 2. Reid, 12 How- 1861; Haussknecht ». Claypool, 1
ard, 863, 1851. Black, 435, 1861; Wright ». Bales,
?* Vance v. Campbell, 1 Black, 480, 2 Black, 535, 1862.
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limitation, unless that statute is clearly applicable to those
rights.’

§ 478. Replications and subsequent plendings are seldom
required in patent cases, because most of the pleas appli-
cable to such cases, are pleas in bar by way of traverse,
and not by way of confession and avoidance. The princi-
pal exceptions are the plea of a license; the plea of a re-
lease ; and the plea of a statute of limitation. 1If the plain-
. tiff purposes to deny the existence of a license or release, as
the case may be, his replication should be by way of trav-
erse to the plea, and should conclude to the country, and
thus tender 1ssue. 8o, also, if the plaintiff can show that
the license or release covered only a part of the infringe-
ment.covered by the declaration, the general replication by
way of traverse will be sufficient." If the plaintiff cannot
deny the cxistence of a full paper, but purposes to show
that it was obtained by duress or by fraud, or that it has
been effectually revoked, his replication will state the facts
by way of confession and avoidance of the plea, and will
conclude with a verification. It will then be the duty of
the defendant to file a rejoinder to the replication. If he
can deny the duress, or the fraud, or the revocation, as the
case may be, his rejoinder will be by way of traverse, and
will conclude by tendering issue. If, however, he cannot
deny the truth of the replication, but can avoid its effect
by showing that the plaintiff freely ratified the license or
release after the alleged duress terminated, or the alleged
fraud became known to him, or that he annulled the revo-
cation after making it, then the defendant’s rejoinder will
be by way of confession and avoidance, and will conclude
with a verification, and will render necessary a sur-rejoinder
from the plaintiff, denying the truth of the rejoinder, and
putting himself upon the country.

§ 479. When pleaded to an action based on an infringe-

' Bedell v. Janney, 4 Gilman (I11.) art, 82 Michigan, 28, 1875.
208, 1847; Elder 2. Bradley, 2 Sneed 1 Chitty on Pleading, 596.
(Tenn.), 258, 1854; Ludwig v. Btew-
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ment, committed before June 22, 1874, of an unextended
patent, or of the extended term of an extended patent, the
national statute ot limitation will require a replication by
way of traverse, 1f the plaintiff intends to show that the
action was brought during the term for which the patent
was granted or extended, or within six years after the ex-
piration thereof. If he cannot show that, it will be useless
for him to prosecute his action further. No replication
by way of confession and avoidance, is applicable in such
a case, because there are no facts which take a case out of
the national statute of limitation. That statute makes no
exceptions 1n cases of disability of the plaintiffs.

§ 480. A State statute of limitation, when pleaded to an
action based on an infringement of a patent, if 1t i1s not
successfully met by a demurrer, will require a replication
by way of confession and avoidance, based on some cause,
which, azcording to the laws of the particular State in
which the suit 18 pending, is sufficient to take the case out
of the statute. If there iIs no such cause, the plaintiff must
abandon his action, or stand upon his demurrer, and hav-
ing suffered judgment, go to the Supreme Court on a writ
of error. If such a replication is filed, the defendant must
file a rejoinder by way of traverse, and tender issue by
putting himself upon the country.

§ 481. A similiter must be filed or added by or on behalf
of the other party, whenever either the plaintiff or defend-
ant properly tenders issue, As the party to whom issue is
well tendered, has no option but to accept it, the similiter
may be added for him. It is a mere matter of form, but
it is a form which should always be attended to, in com-
mon-law pleading. Its omission has sometimes constituted
a fatal defect.'

§ 482. A demurrer may be interposed, by either party in
an action at law, to any pleading of his opponent, except
another demurrer.® When a demurrer is interposed, the

' Earle ». Hall, 22 Pickering 21 Chitty on Pleading, 681, 686.
(Mass.) 102, 1839,
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court will examine all the pleadings in the case, and will
genernlly decide against the party who first filed o substan-
tially defective one.” T'he principal exception to this rule is,
that where the declaration is the pleading demurred to, the
demurrer will not be sustained 1f 1t is too large ¢ that is, if it
18 pointed at an entire declaration, some independent part
of which is good 1n law.” This exception does not apply to
demurrers to pleas," or replications,’ or rejoinders,” for 1t is
in the nature of those pleadings to be entire, and if bad 1n
part, to be bad for the whole.

§ 483. Demurrable declarations occur in pateut ¢8OS
only when the plaintift’s pleader omits some of the allega-
tions which are necessary parts of such a pleading; ov
when he makes those allegations in improper form; or
where he makes the statement of infringement cover a space
of time, part or all of which is remote enough to be barred
by some applicable statute of limitation. Every such fault,
except those of the last sort, may be readily cured Ly
amendment. It will rarely occur that the whole of an in-
fringement declared upon, can plausibly be claimed to be
barred by a statute of limitation; but it may not hereafter
be unknown for declarations to allege that the infringement
sued on, began during the original term of an extended
patent, and was continued into the extended term; or to
allege that it began at a point of time more than six years
before the beginning of the action, and was continued till
after that limit was passed. If, in such a case, the defend-
ant thinks that he can successfully interpose the national,
or a six-year State statute of limitation, to that part of the
claim which arose under the first term of the patent, or to
that part of the infringement which occurred more than six
years before the bringing of the suit, as the case may be;
he may raise the question by a special demurrer, aimed at
the questionable parts of the rights of action respectively.

11 Chitty on Pleading, 668. ¢ 1 Chitty on Pleading, 644.
* 1 Chitty on Pleading, 665. ¢ 1 Chitty on Pleading, 651.
81 Chitty on Pleading, 5486.
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If in such a ease ho demurs genernlly to the whole declara-
tion, his demurrer will bo overruled ; becanse 1t will ap-
pear on the argument, that an indepondent divisible part
of the rights of nction sued upon, are m any event unbarred
by the statute.’

§ 484, Domurrers to pleas may be frequently oxpocted
in patent actions at law, as long as a question continues to
be entertained relevant to the validity of any of the twenty-
seven defences heretofore enumerated and explained.” Most
of those defences rest upon unquestioned grounds : upon ex-
press statutes of Congress, or upon express decisions of the
Supreme Court. But a few of thein rest, at this writing, upon
argumentative deductions from such statutes, or from such
decisions, or rest upon obiter dicta of that high tribunal.
There wil! always be pleaders who will call those deduc-
tions and those dicta in question, as occasion serves, until
they are passed upon by the Supreme Court in judicial de-
cisions. Where the various defences are distinctly made
in special pleas, a demurrer to each of those which are
thought to be bad in law, is the proper mode of presenting
the question to the court. Where a statute of limitation
is pleaded to the whole of a right of action, only a part of
which is old enough to be barred thereby, a demurrer to
the plea will be sustained, because a plea which is bad in
part is bad altogether.’

§ 485. A demurrer to the replication is proper in an
action at law, wherein the declaration alleges infringement
before June 22, 1874, of a patent which expired more than
six years before the beginning of the action, and wherein a
plea sets up the national statute of limitation, and wherein
the replication alleges disability of the plaintiff. Such a
demurrer will result ina judgment for the defendant, be-
cause disability is not a legal excuse for delay to sue, in
respect of the national statute of Iimitation.

§ 486. A joinder in demurrer is the proper response to

' 1 Chitty on Pleading, 665. 21 Chitty on Pleading, 546.
* Sections 440 to 477 of this book.
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such a pleading 1n a patent action, as well as any other, If
a plaintiff attempts to demur to a demurrer, or refuses to
join issue of law upon it, he thereby discontinues his ac-
tion, and if a defendant does so he discontinues his de-
fonee.’

§ 487. The trial of an action at law for infringement of o
patent may be by a jury, or by a judge, or by a referee.
The first of these sorts of trial 18 the only proper one, ex-
cept in cases where both parties agree to substitute one of
the others. Cases of the kind may be tried by the judge
where the parties file with the clerk, a stipulation in writing
waiving & jury;” and trial by a referee appointed by the
court, with the consent of both parties, is a mode of trial
fully warranted by law.’

§ 488, Trial by jury must, in the absence of contrary
consent by the parties, be by aJury of twelve men. Una-
nimity is necessary to a verdict of a jury, in a Federal court,
even in California or Nevada; though the statutes of those
States provide, that in their courts, a legal verdict may be
found when thiee fourths of the members of a jury agree.
The laws of those States on that point are not covered by
Section 721 of the Revised Statutes, and so made rules of
decision in Federal courts; because the Federal Constitu-
tion otherwise provides. That provision is found in its
seventh amendment, and in the following language: “In
sults at common law, where the value in controversy shall
exceed twenty dollars, the right of trial by jury shall be
preserved.” It is true that unanimity was not necessary to
the verdicts of juries in England till after the reign of
Edward the First,' and that it was never required in Scot-
land.® But the kind of “ trial by jury,” known in England
and in the United States when the seventh amendment was

! Gould’s Pleadings, Chap. 1X. Fleta, Liber IV. Chap. 9; DBritton,
Sec. 33; 1 Chitty on Pleading, 669.  Liber I1. Chap. 21.

* Revised Statutes, Section 6849. 5 Barrington on the Statutes, Chap.
3 Heckers . Fowler, 2 Wallace, 29, p. 20; 17 & 18 Victoria, Chap.
123, 1864. 59; 23 & 23 Victoria, Chap. 7; 31 &

i Bracton, Liber IV. Chap. 19; 82 Victoria, Chap. 100, Sec. 48.
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proposed by Congress,' and when it was ratified by three
fourths of the States,” 18 doubtless the kind of trinl guaran-
teed by that amendment. Therefore no law providing for
any other kind of trial by jury can be enforced in & United
States court.

§ 489, The practice in actions at law in the Federal courts
is not uniform throughout the United States. There are
no general rules governing the Circuit Courts when sitting
as law courts, though there 1s such a system prescribed for
them when sitting in equity. On the law side, each Circuit
Court is governed, in matters of practice, by the laws of
the State in which it is established, so far as those laws are
applicable;* and on points where no law exists, it 1s gov-
erned by rules or customs of its own making or observance.
No Act of Congress is necessary to enable United States
courts to make and enforce its own rules of practice. It is
only necessary that such rules be not repugnant to the laws
of the United States.*

§ 490. The rules of evidence which are used in the trial
of patent causes, are the ordinary rules of the common law,
as modified by the statutes of the particular States in which
such trials occur,’” and as adapted to the circumstances of
patent litigation by the decisions of the United States courts.

§ 491. Evidence to support his declaration, must of
course be introduced by a plaintiff in a patent suit, before
the defendant can be called upon to prove any defence.
The first item of such evidence consists of the letters patent
sued upon, or of a written or printed copy of the same
authenticated by the seal and certified by the Commissioner
or the Acting Commissioner of the Patent Office. Either
the letters patent, or such a copy thereof, 18 prima facie
evidence of the validity of the letters patent, unless it ap-

' September 25, 1789. > Vance v. Campbell, 1 Black, 427,
* November 3, 1791. 1861; Haussknecht ». Claypool, 1
3 Revised Statutes, Section 914. - Black, 481, 1861; Wright ». Balcs,
¢ Heckers 0. Fowler, 2 Wallace, 2 Black, 585, 1862.

128, 1864. ¢ Revised Statutes, Scction 892.
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pears on its face not to be such a form of document as the
statute prescribes, Some of the adjudicated cases which
touch this subject, apply the rule to novelty only, and not
to validity in general.' The reason of the rule, as fur as it
relates to novelty, is twofold. A presumption of novelty
arises from the inventor’'s statutory oath that he verily be-
lieves himself to be the first and original inventor ;* and a
like presumption arises from the fact that the Commis-
sioner, before he grants a patent, 18 bound to cause an ex-
amination to be made of the alleged new invention ;° which
examination, in practice, includes all relevant prior patents
and printed publications, of which the Patent Office con-
tains any evidence. Now the first of these grounds of pre-
sumption does not exist in regard to any quality of validity
except novelty, and except regularity in point of sole or
joint application for a patent for a sole or joint invention.
The second ground is, however, a much stronger foundation
for a presumption of validity in other respects, than it is
for a presumption of novelty. The Commissioner of Pat-
ents has no means of determining how the novelty of an
invention may be affected by things of which the Patent
Office contains no record, and of which his own narrow
experience contains no recollection. If he understands
the law, he has, on the contrary, every means of deciding
whether a particular application for a patent covers a statu-
tory subject of such a grant. So also he can pass upon the
application in point of invention, with more certainty than
he can pass upon it in point of novelty. He has nearly
every means to determine the utility of the thing covered
thereby, and thus to negative the fourth defence. 1tis clear
that no outside evidence need be introduced by a plaintiff,
to anticipate either the fifth or the sixth defence, because
the law does not favor an abandonment, and throws upon a
party who seeks to obtain the benefit of a forfeiture, the

! Blanchard ». Putnam, 8 Wallace, Tilghman, 19 Wallace, 287, 1873.
420, 1869; Seymour o. Osborne, 11 ? Revised Statutes, Scction 4892.
Wallace, 516, 1870; Mitchell ». ® Revised Statutes, Section 4893.
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burden of proving it beyond a reasonable doubt.,'! Letters
patent arve thercfore prima fucie evidence of their own va-
lidity, as agninst either of these defences. The same thing
is true of the seventh defence, though for a different renson.
If o patent is obnoxious to this defence, 1t 18 because the
Commissioner of Patents made an error in granting it,
similar to that which he makes when he grants a reissue
for a different invention from any indicated, suggested, or
described in the original. But there is always a presump-
tion of law against the hypothesis of such an error; and
that presumption prevails until such an error is proved.’
The fact that the statute expressly provides a particular
method, in which the eighth defence may be interposed by
a defendant,’ sufliciently shows, that until it 1s set up and
proved, the plaintiff need not attempt to disprove it, further
than by the introduction of his letters patent. As against
the ninth and tenth defences, the letters patent are also
sufficient prima facie evidence ;' because both those de-
fences are contradicted by the inventor’s oath accompany-
ing the application, even more positively than want of
novelty is contradicted by that oath.* No inventor can
positively know whether hig invention is absolutely novel,
and therefore his oath covers only his belief on that point;
but every inventor knows the facts relevant to whether he
was the sole inventor, or only a joint inventor, of the process
or thing covered by his application. Letters patent appear
to be prima facie evidence of their own validity, as against
the eleventh defence, for the same reason which makes
them so as against the eighth. Relevant to the twelfth
and thirteenth defences, the Commissioner’s decision in
granting a patent, is entitled to far more weight than 1t 1s
on the question of novelty, because he has all the data for
forming an opinion about the fulness and clearness of a

! McCormick ». Seymour,2 Blatch. ¢ Byerly ». Oil Works, 81 Fed.

258, 1851. Rep. 74, 1887 ; Puetz 2. Bransford,
? Seymour 9. Osborne, 11 Wallace, 31 Fed. Rep. 463, 1887.
516, 1870. * Revised Statutes, Section 4892.

3 Revised Statutes, Section 4920.
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written document before him, but not all the data for an
opinion touching the novelty of what that document sots
forth. It follows that the resultin® presumption of validity,
in respect of these defences, is even stronger than the pre-
sumption of novelty. The fourteenth defence is based on
partial want of novelty, and as letters patent are undoubt-
cedly prima facie evidence of entire novelty, it follows that
they constitute prima facie evidence that no disclaimer is
needed. The conclusion of the whole matter, therefore, is
that an original letters patent 18 prima facie evidence of its
own entire validity.'

§ 492. Reissue letters patent are also prime facie evidence
of their own validity, on all of the three points which are in-
volved in that question, They are so in respect of the
fifteenth defence ; because the fact that the Commissioner
assuimed jurisdiction, by freating the original letters patent
as a proper subject for a reissue, 18 at least prima facie evi-
dence that he had jurisdiction.” They are so in respect of
the sixteenth defence ; because the presumtion is that the
Commissioner knew the law, and, knowing if, would not
grant a broawened reissue after a long lapse of time from
the date of the original.? They are so in respect of the
seventeenth defence, because the presumption is that the
Commissioner would not violate the law by granting a re-
issue for a dinLerent invention from any which the original
letters patent shows was intended to have been claimed
therein.

§ 493. An extension of a patent is prima facie evidence of
its own validity as against the eighteenth defence, on the
same ground that a reissue 1s, as against the fifteenth.
That ground is the presumption that the Commissioner of
Patents will not assume jurisdiction in any case not pro-
vided for by law.*

1 Konold 2. Klein, 3 Bann. & Ard. 3 Clark ¢. Wooster, 119 U. 8. 326,
226, 1878 ; Royer ». Coupe, 290 Fed. 18886,
Rep. 362, 1886. * Brooks #. Bicknell, 3 McLean,
® Brooks ¢, Bicknell, 3 McLean, 258, 1844,
258, 1843.
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§ 494, It 18 an undoubted presumption of Inw, that letters
patent, which appear on their face to be in full foree, are so
in fact. Such a document 15 therefore prima fucie evidence
that it neither has been repealed by a decree of court, nor
has expired because of the expiration of some foreign patent
for the same 1mvention, It follows that neitlier the nine-
teenth nor twenticth defence need be anticipated by a plain-
tiff, when introducing his prima facie evidence.

§ 495. After mtroducing the letters patent in evidence,
unless the plaintiff is himself the patentee, his next step is
to prove his title to the right, upon the infringement of
which the action 1s based. To this end he must prove him-
self to be the assignee of the patent; or at least a grantee
under the patent, as to the territory wherein the alleged in-
fringement occurred. He may do either of these things, by
introducing in evidence the original assignments or grants
which constitute his chain of title, after having proved them
according to the rules of the common law. It has also been
repeatedl} decided by Circuit Courts, that duly certified
copies of the Patent Office records of such assignments or
grants, are competent primary evidence of the original
documents themselves.,' These three decisions have been
generally acquiesced in for more than twenty years, and
few rules of patent law have been more frequently made
the basis of action by counsel and by courts than the doc-
trine just mentioned. But it hardly seems justified by the
statute upon which 1t 1s based,’ and may even yet be over-
thrown by the Supreme Court.

§ 496. It is not necessary for any plaintiff to prove in his
prima facie evidence that the defendant has no license or
release with which to defend;? nor can it be required of
him to testify that he never made or sold any specimen of

! Brooks 2. Jenkins, 8 McLean, 2 Revised Statutes, Sec. 892 16
436, 1844 ; Parker ». Haworth, 4 Statutes at Large, Ch. 230, Sec. 57,
McLean, 870, 1848 ; Lee ». Blandy, p. 207; 5 Statutes at Large, Ch. 857,
2 Fisher, 91, 1860; Dederick ». Ag- Sec. 4, p. 118.

ricultural Co. 26 Fed. Rep. 763, 3 Fisher ». Hayes, 6 Fed. Rep. 79,
1886. 1881.
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the invention without marking it “patented.” Evidence
relevant to the twenty-first, twenty-third, and twenty-fourth
defences, must therefore be taken by the defendant, beforo
the plamtiff can be called upon to disprove then.

§ 497, Proof of the making, selling, or using, by the de-
{endant, of a specimen or specimens of a process or thing
which the plaintiff claims 18 covered by his patent, consti-
tutes the next step to be taken in proving a prima facie case.
This point 1s often covered by a stipulation of the parties.
Defendants are generally wise when they make such stipu-
lations, because any attempts to conceal the nature of their
doings, are likely to prejudice the welfare of their defences.
But in cases where the defendants have no refuge but con-
cealment, the point of proof may be one of difficulty, for
courts of law have no power to order inspections of a de-
fendant’s works;' though the defendant may be called as a
witness, and compelled to describe what he has done ;* and
a discovery of the defendant’s doings may be obtained by a
bill in equity filed in aid of an action at law.® Where a de-
fendant cannot be relied upon to testify fairly and fully, the
plaintiff must secure other evidence; for it is necessary to a
verdict in an action at law for an infringement of a patent,
that both the nature and the extent of that infringement be
shown to the jury, by satisfactory proof. Evidence of the
nature of a defendant’s doings, is the first element of evi-
dence of infringement; and evidence of their extent, i1s an
indispensable part of the necessary evidence of damages.’

§ 498. Evidence of infringement is completed with ewi-
dence of the defendant’s doings, if what he did was obvi-
ously and unquestionably identical with what is covered by
the patent in suit,’ or if he is estopped from denying iden-

} Parker ¢. Bigler, 1 Fisher, 287, Mfg. Co. 19 Fed. Rep. 519, 1884.

1867, 5 Jennings ». Kibbe, 10 Fed. Rep.
* Roberts v. Walley, 14 Fed. Rep. 669, 1882 ; Barrett . Hall, 1 Mason,
169, 1882, 471, 1818; Hayes v. Bickelhoupt, 23
3 Colgate v. Compagnie Francaise, Fed. Rep. 184, 1885; Freese . Swart-
28 Fed. Rep. 85, 1885. child, 85 Fed. Rep. 141, 1888,

+ National Car Brake Shoe Co. 0.
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tity between those doings and that patent.' Dut such is not
often the case. Differences are generally apparent; and
where they are not obviously imnmaterial, 1t is necessary to
introduce expert testimony to show that they are really of
that character, and to show that the defendant’s doings
actually did constitute an infringement of the plaintift’s
patent. LExperts in patent cases are mainly of two kinds:
mechanical and chemical experts. A mechanical expert 1s a
person who has extensive theoretical and practical knowl-
edge of mechanics ; and a chemical expert 1s a persoun who
has like knowledge of chemistry. The opinions of such ex-
perts are admissible upon the points of fact to which they
are relevant ; but in order to have much weight, they must
be accompanied by statements of good reasons upon which
they are based.” In deciding between contradictory expert
testimony, juries should consider the respective reasons,
ability, knowledge, and fairness of the experts.” To judge
according to their number or their fame would be unsafe.
The wealthier litigants are generally those who employ the
more numerous and the more expensive expert witnesses;
but it is not always the wealthier litigant who is right in a
controversy, nor always the more famous expert who 1s
right in his opinion. The carefully digested views of a
young and studious scientist, may often be more nearly true
than the more hastily formed opinion of a more experienced
man.

$ 499, No expert can know whether a particular thing,
done or made by a defendant, is the same as any thing

' Time Telegraph Co. ». Himmer, 298, 1857 ; Carter 0. Baker, 1 Saw-
19 Fed. Rep. 322, 1884. yver. 512, 1871; Spaulding ». Tucker,

* United Stutes Annunciator Co. Deady, 649, 1869 ; Cahoon 2. Ring,
2. Sanderscn, 38 Blautch, 184, 1854; 1 CIlif. 592, 1861 ; Cox v. Griggs, 1
Livingston ». Jones, 1 Fisher, 521, Bissell, 862, 1861; Conover 2. Roach,
1839 ; Conover ». Rapp, 4 Fisher, 4 Fisher, 12, 1857 ; Whipple ». Mfg.
07, 1859, Co. 4 Fisher, 29, 1838 ; Conover v.

* Johnson ». Root, 1 Fisher, 851, Rapp, 4 Fisher, 57,1859 ; Waterbury
1853; Many ». Sizer, 1 Fisher, 17, Brass Co. v. New York Brass Co. 8
1849 ; Hudson o. Draper, 4 Fisher, Fisher, 43, 1858 ; Bierce ». Stocking,
206, 1870; Page 0. Ferry, 1 Fisher, 11 Gray (Mass.), 174, 1858.
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covered by a particular patent, until he ascertains what
that patent covers. But the latter question is one of con-
struction for the court, and not a question of evidence, to be
sworn to by an expert, and decided by the jury. In the
regular course of proceedings in trials at law, as well as in
hearings 1n equity, tha construction of the patent is not an-
nounced by the judge till after the evidence is taken., This
practice makes 1t proper to put hypothetical questions to ex-
pert witnesses. The hypothesis in such a question, 18 one
which embodies that construction of the patent upon which
the examining counsel thinks it both safe and sufficient
to rely. 1f, when charging the jury, the judge gives a dif-
ferent construction from that embodied in the hypothetical
question, then the answer to that question will be seen to
be immaterial, and the jury will do right to disregard it.
Examining counsel ought therefore to be very certain that
his hypothetical construction is the true one ; or otherwise,
to put as many hypothetical questions as there are probable
favorable constructions. Doing the latter he may have a
favorable answer upon which to argue to the jury, if he se-
cures from the judge a construction which corresponds with
either of his hypothetical questions. A statement of a wit-
ness, that a particular thing does or does not infringe a
particular patent, is inadmissible in evidence ; because that
statement includes a construction of the patent, and con-
struction of patents 1s the duty of courts, and not of experts.

§ 500. Though not permitted to testify to the construction
of a patent,’ experts are sometimes called upon to testify to
facts which positively control that construction. The follow-
ing are examples of such cases. Where the state of the art
is the subject of inconsistent evidence, and where the con-
struction of the patent depends on what is the fact in that
regard ; the judge will not charge the jury that the patent
means thus and so, but will tell them that if they find the
state of the art to be so and so, then the patent is entitled

! Waterbury Brass Co. ». New York Brass Co. 3 Fisher, 54, 1858,
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to such and such a construction.! In eases of this kind, 1t
will frequently occur that the jury, in deciding upon the
state of tho art, must receive information from experts rele-
vant to the mechanical nature of prior things, as well as
information from other sources relevant to tho prior exist-
ence of those things, All questions of identity of things
are questions for the jury,in an action at law,” and are
therefore proper to be testified about by experts. Whero
n patent covers such of the things described, as perform a
particular function, it is the business of the jury to decide,
and therefore proper for an expert to testify, which those
things are.’

§ 501. The cross-examination of experts, cannot extend to
inquiries into the characteristics of things not relevant to
the case, put to them for the purpose of testing their knowl-
edge or their fairness ; because if the answers appeared to
be undeniably correct, they would be wholly immatenal,
and if thought to be erroneous they could be shown to be
so, only by the testimony of others, who might themselves
be the mistaken ones. To allow such a question, would
thus operate to introduce an immaterial issue of fact into a
case, and to draw the attention of the jury away from the
issues of the pleadings.

§ 502. The last part of a plaintiff’s prima facie evidence,
consists in proof of the amount of his damages, sometimes
supplemented by evidence tending to show that a judgment
ought to be entered for an amount greater than the actual
damages sustained by him.* The subject is mentioned in
this connection for the sake of symmetry ; but itis so large
that it constitutes the theme of a separate chapter of this

book. To that chapter, recourse may be had for detailed
information upon the point.

' Burdell v. Denig, U. 8. 722, 1852.

1875. 4+ Odiorne ». Winkley, 2 Gallison,
‘ Tyler ». Boston, 7 Wallace, 327, 51, 1814.
1868. 5 Revised Statutes, Section 4919.

¢ Bilsby ». Foote, 14 Howard, 218,
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§ 503. The next part of a trial is the introduction of ovi-
dence by the defendant to sustain his defences. The pos-
sible defences 1n patent cases are twenty-seven in number.
In prior sections in this chapter, they are counsecutively
numbered for purposes of easy reference, and are treated
in respect of the pleadings which they respectively require,
and the results which they respectively produce in patent
actions at law. It 1s now convenlent to set forth, in the
same order, some of the leading points of the law of evi-
dence applicable to each.

§ 504. The first defence generally requires evidence to
show that the terms of art or science which are used in the
patent have such a meaning that the court is bound to
construe the patent to be one for a principle, or for some-
thing other than a process, machine, manufacture, compo-
sition of matter, or design. This general statement is ven-
tured, though the cases in which patents have been assailed
with the first defence are so few, that but little law 1s es-
tablished on the subject.

§ 505. The second defence may sometimes be supported
by facts of which the court will take judicial notice.! But
evidence to show the state of the art, is often required to
show want of invention. A patent granted for an implement
of agriculture, consisting of a hoe-handle with a hoe on one
end and a rake on the other, would be void for want of inven-
tion, even if both new and useful.” The court would take
judicial notice of the prior existence of handles having hoes
attached thereto, and of other like handles having rakes
fastened at one end ; and on the basis of that judicial notice,
would pronounce such a patent to be wholly invalid. A
patent for a particular alleged combination, in a rare and
complicated machine, may also be open to precisely. the
same sort of objection ; while the facts upon which it rests
in the particular case, may be wholly unknown to people

' Brown ». Piper, 81 U. 8. 87, 111 U. 8. 608, 1883.
1875 : Slawson o. Railroad Co. 107 ? Reckendorfer . Faber, 92 U. S.
U. 8. 649, 1882; Phillips v. Detroit, 347, 1875.
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generally, and wholly unknown to judges who hear patent
causes, though well understood by certain classes of me-
chanics.  In the latter case, it 1s necessary to mtroduce evi-
donce of those facts in order to show want of invention.
Such evidence may consist of proof of the prior existence
of the parts of the alleged combination, and proof of the
fact that their union in the machine constitutes not a real
combination, but an aggregation only. This statement of
the considerations which show a necessity for evidence to
prove lack of invention, when that lack 13 based on the rule
that aggregation 18 not invention, will also furnish the key
to inquiry when that lack i1s based on any other of the va-
rious rules on that subject.
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