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A.-G., decided that he had no power under scet. 38 of the Act

- of 1883 to give costs in these cases ().

The forms for obtaining the fiat of the Attorney-General will
be found in the Appendix.
The practice before the Court is partly regulated by

Order LIIIA. By rule 11 the petitioner is bound to deliver

particulars of the objections on which he intends to rely, and the
degree of particularity required, and the consequences, so far as
costsare concerned, are precisely the samo as in the case of the par-
ticulars delivered in an action for infringement (seo Chap. XVL.).

By rule 12 tne respondent is entitled to begin and give
evidence in support of the patent, and if the petitioner gives
evidence impeaching the validity of the patent the respondent
is entitled to reply.

The evidence which will be required of the respondent
in the first instance, will be very slight, and will be sim’lar
to that which he would give as to the validity of the patent were
he plaintiff in an action for infringement, The petitioner will
then have to prove the case he alleges in his petition and parti-
culars, and the respondent has the right of reply. It is morely -
to preserve this right of reply that the respondent is made
practically plaintiff at the trial.

The usual practice is to allow the petition to appoar in the
petition list, nominally for hearing; a patent may be revoked
at this stage when a clear case is made out if the patentee does
not appear (m). The order for revocation will, however, only
be made in open Court and not in chambers, even though the
respondent consent () ; but the usual course is for the judge
to give directions ag to the filing of an answer, and also as fo
interrogatories, inspection, discovery, &ec., and the manner of
trial, after which the petition stands adjourned.

A. day should be fixed before which the petition is not to
come on for trial, and the day should not be fixed earlier than
that on which the parties will be ready (o).

() Sce notes in Griff, P. €. at 515,

pp. 319, 320, (0) Borrowman's Patent, 19
(m) Vaisey's Paten?, 11 R. P. C. R. P. C. 159; Scot's Patent, 19
591. R. P. C, 273.

(n) Clifton’s Patent, 21 R, P. C.
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REVOCATION UNDER SECTION 29.

It is advisable to ask for directions as to the persons to be
served with the petition if there are any parties interested in
the patent other than its actual owners, since it is possible
that by serving licensees extra costs may be incurred, although
such persons may have taken no active part in the trial at
all (). But all persons whose names appear upon the register
as beneficially interested should be served.

Where an assionment had been cxecuted after the petition
had been presented, the name of the assignee was ordered
to be substituted for that of the original respondent to the
petition (g).

Where the patentee or other person interested in the patent is
out of the jurisdiction, notice should be given to such person by
registered letter that the petition has been presented, as the
Court will not decree the revocation of a patent without giving
all interested parties an opportunity of being heard, but the
mere fact that the patentee i3 oub of the jurisdiction will not
prevent the institution of proceedings for revocation (7).

The usual order is that notice of the proceedings be sent to
the patentee or other proposed respondent, and that unless he
appear by counsel the petition 1s not to appear in the list for
hearing except by leave of the judge (s).

A respondent residing out of the jurisdiction will not be
ordered to give security for costs (¢).

Order XXXI,, rule 1, of the Rules of the Supreme Court
gives power to the Court, or a judge, to permit interrogatories
“in any cause or matter,” to be delivered by either party to the
other, and leave will be given to the respondent (called

defendant in the Patent Act, 1883) to deliver interrogatories to

the petitioner. Circumstances may arise when it would be
just to permit the petitioner to examine the respondent. The

() See, eg., Brown'’s Patent, 24  Cerckel’s Patent, 15 R. P, C. 500.
R, P, C. 313, at p. 346. (8) King's Trade Marks,9 R. P. C.
(q) Iladdan’s Patent, 2 R, P. C. 3503 L. R. 1892, 2 Ch. 462; Kay's
218, - Patent, 11 R, P, C. 279.
(» Drummond’s Patent, 6R. P.C.  (¢) La 8Bocidlé Anonyme Trade
676; L. R. 43 Ch. D. 80; Xay's Murk, 10 R, P. C. 290; Miller's
Patent, 11 R. P. C. 279; Qoerz and  Ialen’, i1 R, P. C, 5.
Hoegh's Patent, 12 R, P. C. 370;
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rules as to interrogatories are similar to those in an action for
infringement.

The petition may be tried at the assizes if convenient (z);
but by sect. 31, sub-sect. 1, the trial is to be without a jury
unless otherwise ordered. In modern practice patent actions
are almost invariably tried in the Chancery Division.

The parties are entitled to have the petition heard with vivd
voce evidence (V).

Under sect, 31 (1) the Court may 1if it think fit, and shall if
all the parties request, call in the aid of a gualified assessor.

In cases before the Act of 1907, where the patent was
invalid on the ground of want of novelty in part, which defect
might be cured by amendment, the Court usually followed the
order made in Deeley v. Perkes (13 R. P, G, 581; L. R. A. G,
496), by which the patent was ordered to be revoked unless
within a given time the patentee applicd at the Patent Office
to amend by a specified disclaimer and unless such disclaimer

was allowed.

This course was followed because if the order to revolke had
not been made conditional, the Comptroller would have been
unable to amend the specification of a patent which did not
exist, This difficulty arose in Decley v, Perkes (supra), and
was thus surmounted,

Under sect. 22 the Court was given power in an action for
infringement or petition for revocation to make an order
gmending the specification by way of disclaimer. By rule 23
of Order LIIIA the application to amend must be made by
way of motion, and directions may be given by the judge as to
advertisements, &c., and the Comptroller is to be notified.
The order will be: made subject to suitable terms. (See
Chap. X. on * Amendment.”)

When the patent has been revoked on the ground of fraud
the Court will not entertain an application to amend the
specification so as to disclaim those parts which have been
fraudulently claimed but will vrevoke the patent as a whole ().

(v) Fdmond’s Patent, 6 R. P. C. 6063 56 L. T, 284

365. (w) Ralston’s Patent, 26 R, P. C.
(v) Gaulard and Gibbs' Palent, 313.

L. R. 34 C. D. 396; 66 L. J. Ch.




REVOCATION UNDER SECTION 25.

An order for revocatiorn even when made by consent will
usually include an order to pay the petitioner’s costs (z).

It is usual to stay the order for revocation pending an appeal.

The power of the Court to make an order for revocation on
the ground that some of the claims of the specification are
invalid i3 not affected by the mnew sect. 32A, which gives
power to the Court in an infringement action to give relief in
respect of valid claims notwithstanding the existence of invalid
claims, The proper course is for the respondent if he finds
that some of his claims are invalid is to apply in the petition
under the rule for leave to amend, and, as was seen in

Chap. X,, such leave is in the discretion of the Court and
subject to the payment of costs.
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By sub-sect. 3 of sect. 26, “.4 patenice may at any tvme by Surrender of

giving notice wn the prescribed mamner to the Compiroller
offer to surrender his patent, and the Compiroller muy,
if after gwing notice of the offer and hewring oll purties
who deswve to be heard he thanks fit, accept the offer, und

thereupon make an order for the revocation of the patent.”

The practice on such an application is dealt with in
Chap. IX.

(z) dylott’s Patent, 20 R, P. C. R. P.C, 64.
227 ;3 Merryweather's Patent, 29

patent.
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CHAPTER XV.

ACTION TO RESTRAIN THREATS.

SECT. 36 of the Patents Act, 1907 (corresponding to Sect, 32
of the Act of 1883), as amended by the Act of 1919, provides,
“ Where any person claiming to have an inlerest wn ¢ patent,
by circulars, advertisements, or otherwise, threatens any other
person with any legul proceedings, or liability in vespect of
any alleged infringement of the patent, any person aggricved
thereby may bring an action against him, and may obtawmn
an vgunction against the continwance of such threats, and
may recover such damage (if any) as he has sustained thereby,
if the alleged infringement, to whick the threwts related, was

not in faet an infringement of the patent :

““« Provided that this section shall not apply +f an action for
infrimgement of the patent 18 commenced and prosecuted with
due drligence” (a). |

Prior to the Act of 1883, the proprietor of a patent might
issue threats of proceedings for infringement broadcast without
rendering himself liable to account for any of the damage
which he might occasion thereby, provided such threats were
made boni fide; in such a case the only remedy open to an
injured person was to apply for an imjunction to restrain the
patentee from continuing to threaten him, and in this he could
only be successful after showing that the statements made
were in fact untrue (0).

In the case of malicious threats an action for damages lay
similar to that of slander of title, when the plaintiff would
have to show that the threat made by the defendant amounted

(a) The alterations made by the Appendix.
amendment may be scen by reference (b) lalsey v. Drotherhood, 1880,
to the text of the Act in the L.R.16C.D, 514,
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~ to a “ malicious attempt to injure the plaintilfs by asserting a
claim of right against his own knowledge that it was without
any foundation * (¢).

The object of sect. 32 of the Act of 1883 was to remedy the Object of
hardship we have described, namely, that of a man whoso fanss’
business is paralysed by the threafs of the proprietor of a patent,
without any opportunity being afforded him of putting the
question to the test. The section is addressed to the case “of
a patentee who causcs damage by disseminating threats which
he dare not or will not justify by an action, who is willing to
wound but yet afraid to strike” (d).

The old common law remedy still lies when the case 1is
taken out of the statute by the proviso, and in such a case the
plaintiff in the threats action must show that notwithstanding
that the defendant has duly prosecuted an action for infringe-
ment such action was not brought bona fide (e).

In the Acts of 1883 and that of 1907 (before amendment) the
words at the beginning of the section read “where any person
clavming to be the patentee of an invention., . . ' Accordingly
threats by a person who stated that he was “ the sole licensee ”
under the patent were held not to be actionable under the
section ( /). Probably on account of this decision the amend-
ment was made to cover such g case.

The words “ by circulars, advertisements, or otherwise ” have Nature of
given rise to a number of cases in which an interpretation has threats,
been put upon them, and in which the principle of the enact-
ment 18 clearly illustrated. The cause of action is not similar
fo libel, and there is no question of publication; therefore the
manner in which the threat 13 made is immaterial. In Skinnor
v. Perry (1893, 1 Ch, 413 ; 10 R. P. C. 1), the plaintiffs com-
plained of two threats——one in the form of a letter to a third
party, who had inquired of the defendants whether they thought

y
i

—_ —_ - "-—';r_r;r"-‘_

(¢) Peor Blackburn, J., in Wren v. (¢) Challender v. Royle, 35 C. D.
 Wield, 1869, L, R, 4 Q. B. at p, 737, at p., 434; Colley v. Hart, 7T
(@) Per North, J., in Day v. R.P, C.atp. 112
Foster, 1890, 7 R. P. C. at p. 60; (f) Diamond Coal Cutter Co, v.
see also Lindley, InJ., in Skinner v. Mining Appliances Co., 32 R. P. C.
Perry, 1893, 1 Ch. at p. 420; 10 569,
R. P. C. at p. b.

L.P. 20
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that the plaintiffs’ article of manufacture infringed the
defendants’ patent; the other contained in a letter from the
defendants to the plaintiffs themselves in reply to similar
inquiries, In giving judgment for the plaintiffs, Bowen, L.J,,
sald : ¢ Using language in its ordinary sense, it is difficult to
see that an intimation ceases to be a threat because it is
addressed to a third person in answer to an inquiry, or because
it is addressed to the person himself. We are not dealing with
libel or questions of publication——we are dealing with threats,
If I threaten a man that I will bring an action against him, I
threaten him none the less because I address that intimation
to himself, and I threaten him none the less because I address
the intimation to a third person.” The usual letter by a
solicitor before 1ssuing a writ or in proposing & compromise if
conveying the intimation that the alleged infringer is incurring
liability or that proceedings will be taken against him 1s a
threat within the meaning of the section (9). And verbal state-
ments will therefore probably be threats (%), and the use of the
words “ without prejudice” will not affect the matter (2).

Bona fidesof It 1s immaterial that the threat was made bona fide or

?:::::f;iah in answer to inquiries (j); the question to be considered is
what the defendant said or did, and not what he intended ; and
if damage is occasioned by the circulation of a threat, it is no
reply to an action to say that damage was not intended if the
threatener does not bring himself within the shelter of the
proviso at the end of the section.

General The publication of a general warning to the whole world—such

warnlné 8 as, “I have a patent for such and such a machine, proceedings
will be taken against any person who infringes it ’—will not be
actionable, since this is no more than the patent itself says;
but should such warning amount by implication to a suggestion
that the manufactures of a certain person are infringements of
the patent referred to, and be circulated in the trade to the

(9) Driffield Cake Co. v. Waterloo v. Foster, T R. P. C. at p. 58.
Mills Cake Co,, 3 R. P. C. 46; (k) Seo Kurtz v. Spence 6
L. R. 31 C. D. 638; The Combined R, P.C, at p. 172.
Weighing Machine Co. v. The Auto- () Ibid.
matic Weighing Machine Co., 6 () Skinner v. Perry, 10 R. P. G,
R, P, C.502; 42 C. D, 66; Day atp.8.
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detrimont of such manufacturer, an action will lie under the

soction. In Challender v. Royle (L. R. 36 C. D. at p. 441 ; Save when
4 R. P. C. at p. 375), Bowen, LJ., said: *“Suppose that :},’;‘;?2,“

a manufacturer is making and issuing machines which the Tanufactuse,
patentee considers to be infringements of his patent, and the

patentee 1ssued a threat really directed against the manufacture

and sale of those machines, I do nof think he could escape

from the section by wording his notice in such terms that,

according to the letter, it was only a general warning to all

persons not to infringe his patent ” (%).

In the same case the same Lord Jusfice, in his judgment
suggested that the language of the section would not apply to
threats relating to future infringements. Commenting upon
that portion of the Lord Justice’s judgment in Joknson v.

Fdge (9 R. P. C. at p. 148), Lindley, L.J., said: “I should
like to qualify that a little by saying that I think upon the true
construction of this section, the section might apply to an
intended infringement, provided that you could make out that
the intended infringement, if carried ouf, would be an actual
infringement,” And Kay, LJ., in the same case said: “I
can easily concelve one case of future infringement which would
come enfirely within the mischief which this section was
intended to provide against. For irstance, take this case:
suppose a man issued a circular saying, ‘I have a patent for
such and such an article; I understand that Messrs. A. & Co.
have recently erected a large manufactory for the purpose of
manufacturing articles, which, when made, will be an infringe- .
ment of my patent.” Can it be said that a case like that would
nof come within the mischief intended to be provided against
by this section 2” (2).

“Any person aggricved,”—The right of action under the The person
section is not limited nerely to the person threatened, but any *8&reved.
person, such as a rival patentee, to whom damage is occasioned
by the issue of the threats is entitled to relief: so where i
circulars were issued to the trade intimating that the articles
manufactured and sold by the plaintiff were infringements of

(k) And see Buneham v. Hirst, () See also Kurtz v. Spence, 5
Lid.,, 34 R. P. C. 209. R. P. C. at p. 171.
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THE LAW OF PATENTS,

the defendants’ patent and that proceedings would be taken
against any person dealing with such articles, and in con-
sequence injury was done to the plaintiff’s business, it was
held that the plaintiff was a person aggrieved and could
maintain an action, although no threats were made to him
personally (m).

“If the alleged manufacture, &c.”—In an action brought
under this section the validity of the patent may be put in issue,
In Challender v. Royle, Cotton, L.J., said: “In my opinion
. « . the question whether the patent of the persons making the
threats is a valid patent must come into consideration if the
plaintiff in the action seeks it, because I cannot see how, if a
patent is invalid, there can be any act done in infringement of a
legal right when the legal right depends only on the validity of
that patent (n).

The words of the section immediately preceding the proviso
were amended by the Act of 1919, Formerly they read, “if
the alleged infringement to which the threats related, was not in

Jact an infringement of any legal rights of the person malking

such threats,” consequently, to constitute a defence to an action
under this section, not only had it to be shown that the act
complained of was an infringement of the patent in question,
but also that it was an infringement of the legal rights of the
defendant, that is to say, the defendant had to be the legal
owner of the patent and not merely possessed of a beneficial
interest (o).

By reason of the amendment this is no longer the case, and
the defendant may allege infringement although, in spite of his
claim, he has no interest in the patent.

Primi facie the burden of proof is on the plaintiff that what
he has done is not an infringement of the patent but the
onus may easily be shifted on to the defendant, and the

(m) Keneington, &:c. Llectric Light- 36 Ch. D. at p. 435; see also Kurls
ing Co. v. Lane-Fox Co.,1891,2Ch. v, Spence, 4 R, P, C. 427 ; Herr.
673; 8 R. P. C. 277 see also Burt burger v. Squire, 5 R. P. C. 581.

v. Morgan, 4 R. P. C. 278; Johnson (0) Kensington,&c. Electric Light
v. Edge, 9 R. P.C. 142; L. R. 1892, Co. v. Lane-Fox Co., 8 R. P. (.

2 Ch. 1. | 271.
(n) 4 R. P. C. at p. 371; L. R.




ACTION TO RESTRAIN THREATS. 309

issues, including validity, will be tried as in an action for
infringement ( p).

“ Provided that this section shall not apply, &c’—In this The proviso.
proviso lies the most important part of the section, and many
points arise in its consideration of considerable difficulty. It
is proposed to deal with it first in detail, after which the effect
of the proviso as a whole will be more easily understood. To
take the last portion first, it is necessary that the person owning
the patent should commence and prosecute an action for
infringement of his patent. Before the amendment effected by The infringe-
the Act of 1919, the action had to be taken by the person ment actlon.
uttering the threats but inasmuch as threats by persons other
than the person claiming to be patentee are made actionable,
the proviso has been amended so as to be effective if the person
entitled to sue takes action although he may not be the person
who has uttered the threats.

The action need not necessarily be against the person
aggrieved by the threats (g), since in many cases an action
could not be brought against him—where, for instance, the
person aggrieved is a rival patentee who does not manufacture
at all.

It 1s immaterial whether the issue of validity is raised in validity need .
the infringement action, In Day v. Foster (7 R. P. C. 54) jories,
the plaintiff, after threatening the defendant, who was a licensee
under the plaintiff’s patent, and also Messrs. Barrett and Elers,
brought an action against the defendant for infringement and
royalties; he being a licensee, was unable to dispute the
validity of the patent, and consequently Messrs, Barrett and
Elers were anxious to be joined as co-defendants to the action.

This being refused by the plaintiff, they instituted proceedings
under the section. North, J., held that the action of Day v.
Foster was an action for infringement within the meaning of
the proviso, and in accordance with the interpretation laid
down by Cotton, L.J., in Challender v. Royle (supra): “That in
order to bring the ease within the proviso the action must be an

(p) Challender v. Royle, 4 R. L. C. (y) Challender v. Royle, 4 IR P, C,

at p. 871; L. R. 36 C. D. at p. 363; 36 Ch. D, 425.
435.
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honest action, honestly brought in order to test the validity of
the patent, or the fact of infringement, whichever may be in
question " ; and in consequence held that the action for threats
was vexatious, and directed that all further proceedings in it
should be stayed. |

Mustbeon = The action for infringement must be brought in respect of

same patent . .
as threats,  the patent on which the threats are based. In Dowson, Zeylsy

& Co., Lid. v. The Drosophore Co., Ltd, (12 R. P. C. 95), where
the threats action was in respect of four patents on which
the defendant threatened, and the infringement action was in
respect of one only of these four, the motion to stay the
threats action was dismissed. In Zemlier v. Stevenson & Sowns (10
R. P, C. 24) the defendants issued general threats in respect of
three patents. In the action for infringement they sued on all
three patents, but abandoned one of them in the statement of
clanm, and abandoned another after the particulars of objections
had been amended, and as to the third they discontinued the
action altogether after the particulars had been re-amended.
Romer, J., said (at p. 31): “Of course considerations applic-
able to a case like this would not concern a case where there
were special threats under separate patents. I am only dealing
with a case like that before me, where the particular acts were
done, not under a particular patent, but where there were only
general threats that what the plaintiff was doing would be
stopped because of the defendants’ rights as patentees generally
of the three patents. In this case, it seems to me that even
if the action had been originally brought on the two patents
alone, 1t would have brought them within the benefit of the
proviso.”

The fact that the specification of the patent has been amended
after the threats and before the hearing of the action for
infringement is immadterial to the protective effect of the proviso
over the threats, notwithstanding that the effect of the amend-
ment has been to make valid a patent which was invalid at the
time when the threats were uttered (7).

The fact that an action tor infringement by the patentee has

(r) Seo flall v. Stepney Spare and Stepney Spare Motor TWheel, Lid.
Motor Wheel, Ltd., 27 R. P. C. 233, v. I'ull, 28 R. P. C, 381.
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already been decided in favour of the defendant will not
disentitie the patentee from issuing further threats if he can
shelter himself under the proviso by beginning a fresh action
for infringement and prosecuting it with due diligence (s).

The action for infringement must be brought in respect of And for same

the same cr similer articles as those to which the threats '™ -Eoment
relate (£). The case of The Lycett Saddle Co., Ltd. v. Brooks, Ltd.
(21 R. P. C. 656), which deals with this point, requires some
comment, The defendants in that case had issued threats with
respect to three specific types of saddle called ““L 16,” “L 5,”
and “L14.” The plaintiffs issued their writ on November 19th,
1903. On May 9th, 1903, the defendants had issued a wrib
claiming damages for infringement by the manufacture of
certain saddles, not specifically mentioning “L 5,” “L 14,” and
“L16” “L5” and “L 14” were not manufactured at all
when the action for infringement was commenced,and so could nof
have been included in the particulars of breaches. It would
scem from the report that the learned judge considered that the
saddles complained of in the infringement action and those tho
subject of the threats were of the same type, and he held that
the case came within the proviso, The case was therefore
decided upon a question of fact only, and is no authority for
the proposition that the infringement sued for need not be the
same as the act in respect of which the threats are made.

As is pointed out, the action must be brought boni fide (7), Bona fides
and the onus of proof rests on the other party to show that the easential.
action was not in fact an honest one (v), and so to bring the
action for threats under the old common law rule requiring
malice,

“Is commenced and prosecuted with due diligence.”—In con- Due
sidering whether such an action is brought with due diligence, diligence.
the time of issuing the threats, and not the time when the

() Waile and Saville, Lid. v. (u) Challender v. Royle, L. R.
Johnson Die Press Co.,, 18 R. P, C. 36 Ch, D. at p.439; 4 R.P. C. 363;
1, Colley v, llart,7 R. P. C. at p. 112

&) Combined Weighing Machine 44 Ch, D. 179.

Co. v. The Automalic Weighing (v) Colley v. Lart, 7 R. P. C. at
Machine Co., 6 R. P. C. 502; 42 p. 112,
Ch, D. 665.
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party bringing the action first knew of the acts which he
alleges to be infringements, is the period to be looked at(w),
and it is immaterial whether the action is brought before or
after the commencement of the threats action (z).

The Courts have refused to consider threats made after an
action has been commenced for infringement, as contempt of
court ().

Where threats of proceedings were made by the patentee fo
another for the space of three years, after which continuous
negotiations took place between the parties and further com-
plaints made, it was held that an action for infringement
brought on the termination of those negotiations by the patentee
disclosed no lack of due diligence (?).

The section does not require that the action should be
prosecuted to a successful termination, and the extent to which
the action must be prosecuted will depend largely on the cir-
cumstances of the case.

In Colley v. Hart (7 R. P. C. 101; 44 Ch. D. 179),
the facts were as follows:—On September 15th, 1888, the
defendant issued a circular threatening proceedings against the
plaintiff, amongst others. On the 22nd of the same month
the plaintiff commenced an action to restrain the threats of
the defendant; on December 6th the defendant commenced
an action for infringement against the plaintiff, and delivered
particulars of infringement in February in the following year,
and on May 13th delivered his statement of claim. On
November 7th, after the close of the pleadings, but before
trial, the defendant abandoned his action for infringement.
It was held that this action had been prosccuted with due
diligence within the meaning of the proviso in the section,
In his judgment, North, J., said (7 R. P. C. at p. 111):
“ Under those circumstances, of course, he is exactly in the

(w) Challender v. Royle, L. R. 36 21 R. P. C, 497.
Ch, D. at p. 437. () Dunlop Pneumatic Tyre Co.
(x) Combined Weighing Machine v. Clifton Rubber Co.,, 19 R. . U.
Co. v. Automutic, &c. Co., 6 R.P.C. 5273 Haskell Golf Dall Co. V.
502; DBerliner v. The Edison-Rell  Ilutchison, 21 R, P. C. 497.
Phonograph Co,, 16 R, P. C, 336; (z) Edlin v. Pneumatic Tyre, &e.
Iaskell Qolf Ball Co. v, Hutchison, Agency, 10 R. P. C, 311.

Jura—
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same position by discontinuing a hopeless action before trial
a8 he would have been in if he had prosecuted it to trial, and
had then failed. As failure at the trial would not have
prevented the action being one within the proviso, so, in my
opinion, the discontinuance before trial does not put him in a
worse position than if he had carried it to trial.”

In The English and American Machinery Co. v. The
Gare Machine Co, (11 R. P. C. 627), the facts werc very
similar to those in Colley v. Hart (supra), but in this case
the defendants abandoned their infringement action before
delivering their reply. It was held by Chitty, J., approving of
the decision of North, J., in the earlier case, and upon the
seme grounds, that due diligence had been exercised in the
prosecution of the action for infringement.

But where the defendant showed great delay in taking pro-
ccedings for infringement, in accordance with his threats, and,
further, it appeared that he only took such proceedings in order
to escape from the liability to which he had exposed himself by
reason of those threats, it was held that such proceedings were
not sufficient to satisfy the proviso (a).

On the other hand the mere fact that the patentee has been
advised, oven by a competent person, that his action must fail
does not make the action the less bond fide (0).

The question of “due diligence ” is therefore one of fact.
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The action for infringement may be raised by way of countexr- Infringement

raised by

claim, and if the proviso be relied on, it will be a question of ¢cognterelaim.

~ fact whether such @ claim is brought with sufficient dilizence (¢).

If an action to restrain threats has been commenced and tﬂl::ga?:

stayed pending an action for infringement, and the action for action.

infringement is not prosecuted with due diligence, the stay
upon the first action will be removed, and an injunction will be

granted,
In The Fusce Vesta Co. v. Bryant and May (4 R. P, C. 191),

the action, which was one for infringement of the plaintiffs’

(@) Sco, e.g., Herrburger v. Squire, (¢) Appleby Twin Iloller Chain
b R. P. C. at p. 594, Co. v. Albert I'udie Chain Co., 106

(1) Craigv. Dowding, 23 R.P. C. 1. D.C. 318.
2505 and rec Colley v. Hart, supra.
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patent, was stayed, pending the amendment by the plaintiffs of
their specification. During the stay, and prior to amendment,
the plaintiffs circulated post-cards among the customers of the
defendants, threatening legal proceedings. On a motion by the
defendants for an injunction to restrain such threats, Kay, J,,
granted the injunction applied for to extend to the trial of the
action, or further order, the plaintiffs to pay the costs of the
motion, | |

The effect of commencing and prosecuting an action for infringe-
ment with due diligence is to nullify the whole of the section,
that 13 to say, its provisions cease to apply, and the rights of
s paeson threatened are confined to those which existed prior
s vhe et of 1883. What those rights were has already been
iniubed ab the commencement of the present chapter. There
it was pointed out that damages could only be recovered when

the threats were malicious ; but since the action to satisfy the
proviso must be a ‘bona fide one, and, in fact, it has been
suggested that that action was required as a sort of test whether
the threats were boné fide or not (d), it would be practically
1mpostible to recover damages upon the plea that the threats
were ir fact malicious. The result is that in such a case the
only course opened to persons threatened, where the action for
infringement has been dropped, as in Colley v. Harté (supra),
and the question of infringement never tested in the Court, 13
to apply for an injunction to restrain the furtherissue of threats;
but it is doubtful whether such an injunction would be granted
under the circumstances, since, it being presumed that the
threats were bona fide (¢), the abandonment of the proceedings
for infringement would imply, of necessity, that those threats
would not be continued, and injunctions are only granted whero
there 18 a probability of the continuance of the acts complained
of. Moreover, in the event of the renewal of the threats, the
right of action under the section would be revived.

Where an action for infringement has been commenced atter

(d) Challender v. DRoyle, L. R. Gas Light Co. v. Sunlight Incan-
36 Ch. D. at p. 439. descent Qas Lamp Co.,, 14 R. P, C.
() Seo Dredge v, Parnell, 13 at p. 188.
R. I, C.oat p. 293; Incandescent

b
J
i
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the institution of proceedings under the section the proper course
for the parties to pursue in the threats action was indicated by
Kekewich, J. (/). The patentee should take steps to get rid of
the threats action, or to put a stay upon it, so that no unncces-
sary cost should be incurred, and in that case, where it appeared
that the patentees had insisted upon having the threats action
set down for trial and disposed of, the learned judge, at the
olose of his judgment, said: “If I could with propriety make
them (the patentees) pay the costs, I should he disposed to do
0. I cannot do that. I dismiss the action; but I certainly
shall dismiss it without costs.”

But on a motion to stay an action for threats, on the ground
that an action for infringement is being prosecuted, it must be
shown that the letters patent, which are the subject-matter of
the two actions, arc the same. So where the threats action
was 1n respect of four patents on which the defendant threatened,
and the infringement action was in respect of one only of these
four, the motion to stay the threats action was dismissed (g)-
But where the defendant has threatened, on the strength of
several patents, he is not compelled to use all of them in the
infringement action (%) (see p. 310, supra).

310

The effect of the section, taken as a whole, is not to deprive General effect

a patentee of the power, or it may be termed the duty (%), of
warning infringers before rushing into litigation; but it does
limit that power to one class of patentees, that is to say, only
& man who i3 1n possession of a patent which he is willing and
mtends to support in a Court of law may threaten others with
legal proceedings in respeet of it. A.may be infringing through
ignorance, B. through design, but both possibly would desist
on receipt of a warning. DBut swhen an alleged infringer shows
that, in spite of the warnings, he has no intention of desisting
from the acts complained of, the patentec must put his threat

(f) Combined Weighing, &e. Co. () Temler v. Stevenson { Sons,
v. Adwlomatic, &ec. Co., L. R, 42 15 R. P, C. 34; Lycett Saddle Co,
Ch. 1. GO5. v. Bronks, 1904, 21 R. P, (. G0,

() Dowson-Taylor Co,, Ltd. v. (/) Per Jessel, MR, in Julsey
The Drasophore Co,, f2d., 12 RP.C. v, rvotherhood, I, R, 15 Ch. D. at

Vi, P 17,

of gecticn.
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into execution, by which means alone can he escape liability
under the provisions of this section.

In Challender v. Royle (L. R, 36 Ch. D. at p. 435), upon
the subject of an interlocutory injunction to restrain threats,
Cotton, L.J., said: “I think, however, that before going
to the proviso I ought, having regard to the judgment of
the Vice-Chancellor, to state my opinion as to how the matter
ought to be dealt with in an interlocutory application. As far
as I understand the Vice-Chancellor, he seems to have con-
sidered that he could not enter, or that he nced not enter, at
this stage of the cause into the question whether the sale of the
plaintiff’s tap-unions was an infringement of the defendant’s
patent, or whether that patent was a valid patent, and that all
he need consider was the balance of convenience and incon-
venience as between these parties in granting or refusing the
interlocutory injunction. I must express my dissent from that
view. 1Itis very true that in all cases of interlocutory injunc-
tion the Court does consider and ought to consider the balance
of convenience and inconvenience in granting or refusing the
injunction, But there is another and very material question
to be cousidered—Has the plaintiff made out a primi facie
case ? That is to say, if the evidence remains as it is, is 1t
probable that at the hearing of the action he will get a decree
in his fuvour 2 Therefore, though I quite agree that the Court
ought not on an interlocutory injunction to attempt finally to
decide the question whether the act complained of is an
infringement, or (if the question of the validity of the patent
is raised) whether the patent is a valid one or not, yet in my
opinion it ought to be satisfied that on one or both of theso
points the plaintiff in the action has made out a primi facic
case, and unless the Court is so satisfied it would be wrong to
grant an injunction merely on the ground that it cannot do the
defendant any harm.”

In Colley v. Hart (6 R. P. C. 17), which was a motion
for an interlocutory injunction to restrain threats, North, J.,
said : “ When there is a doubt whether the thing does infringe
what he calls his rights or not, the fact that the defendant
refrains from bringing an action to assert his rights is a fact I

i
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cannot leave out of consideration in forming an opinion as to
whother he has such rights or not.”

The usual order is that the action be stayed wuntil after Usual inter-
the trial of the infringement action which the defendant under- toontory order.
takes to begin, commence and prosecute with due diligerice, the
threats to be discontinued, costs in the threats action to abide
the result of the infringement action, with liberty to apply to
remove the stay if the action for infringement be not com-

monced and prosecuted with due diligence ().

The 1njunction being by far the more 1mportant romedy, it ES;?CELB.
seldom occurs that a substantial sum in damages is asked for
or granted. The form of injunction granted in Mountain v.

Parker and Smith (20 R, P. C. at p. 774) is given in the
Appendix,

The best course is for the judge to assess the damages at the Damages.
trial, They are usually problematical, and depend upon a
general impression of the case rather than upon a close
examination of figures, and the cost of a reference for inquiry
would be as a rule quite out of proportion to the amount that
could be awarded. See, for example, Ungar v. Sugg (9 R. P. C.

113) ().

The defendant in an action under this section is entitled to
particulars of the threats upon which the plaintiff relies (Z), and Particulars.
if tho validity of the patent is put in question the general rules
relating to particulars of objections will apply (m). Those rules

will be considered in detail hereafter.
Where there was a doubt upon which patents the defendants

had based their threats, the Court ordered that the defendants
should deliver to the plaintiffs a list of such patents (n).

() Mackie v. Solvo Laundry Co.,, bury, 16 R. P. C. 375.
Ltd., 9 R, P. C. 465; Wrightson v. (1) Law v. Ashworth, T R, P, C.
Taylur, 24 R, P. C. 347, and see a8 80.
to the costs of the threats action (m) Ibid.,, and Unson Flectrical
thus stayed Metropolitan Gas Meters, LPower Co. v. Elcctricul Power Stor-

Ltd. v, Dritish Automatic Control- age Co,, 5 R. P, C. 329,
ling Co., 29 R. P, C. 680, (n) Union Electrical Power Co. v.

(&) But wee Skinner v, Perry, Flectricul Storaqe Co., 5 R. P. (.
11 R. P G406 5 Hoffnung v, Sals- 3295 48 Ch. D. 325.
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And where the plaintifis alleged that the threats were
made by the defendants' agents, it was held that the de-
fendants were entitled to particulars of the names of thosg
agents (o). '

(0) Dowson-TLuylor v. The Drosophore Co., 11 R, P. C. 536,




CHAPTER XVIL
ACTION FOR INFRINGEMENT.,

I. PARTIES.

AN action for infringement is the remedy which the patentee
has, and the means which is given to him for enforcing his
patent privileges.

The courts are bound fo take notice of the patent and are

bound to give legal effect to 1t, provided it cannot be shown to
have been granted contrary to law.

The Plointiff.—The original grantee, it 1s obvious, g0 long Plaintift.

2s he has not parted with the whole of his interest in the
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patent, may be a plaintiffii And so may the assignce of a Assignees.

patent, even though he have acquired the right by assign-
ment of two separate moieties, and the party sued be the
oricinal grantee (a).

One of several joint owners of a patent may bring an action in Joint owners.

his own name to restrain infringement, or for damages, without
joining his other co-owners (b).
The assignee of a portion of & patent may sue for an infringe-

ment of that part. Erle, C.J., in giving judgment in Dunnicliff

v. Mallett (7 C. B. N, S, at p. 209), said: “The question is
whether an assignment of part of a patent is valid. I incline
to think that it is. It is every day’s practice for the sake of
economy to include in one patent several things which are in
their nature perfectly distinet and severable. . . . Being
therefore inclined to think that a patent severable .in its
nature may be severed by the assignment of a part, I see no
reason for holding that the assignee of a separate part which
is the subject of infringement may not maintain an action.”

(¢) Walton v. Lavater, 8 C. B. (b) Sheehar’ v. Great Eastern
N.S.162; 29 L. J.C. . 2755 sce  Railway Co., 16 Ch, D. 59, and see
P 222, supra. p. 220, supra.
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The plaintiff in such an action would ot be allowed to sever
his part from the rest of the patent, and he would be liable to
be defeated if 1t could be shown that the patent in any of its
parts was void. DBut, on the other band, he would have to
show that his part alone would have been sufficient to support
a patent, z.c., that it conteins a new and useful invention,
Scct. 14, sub-sect. 2, however, of the Act of 1907 (corre-
sponding to sect. 33 of the Act of 1883) provides, “Every
patent . . . shall be granted for one wmvention only, but the
spectfication may contain more than one claim ; and it shall
not be competent for any person 1 an action or other pro-
ccediing to take any objectron to « patent on the ground that
1t has feen granted for more than one wmvention.”

By sect. 14, sub-sect. 1, “ 4 patentee may assign his patent
for any place in or part of the United Kingdom, or Isle of
Man, as effectually as +f the patent were originally granted
to extend to that place or part only.” The assignee for a
district will be in a position to bring an action for infringe-
ment, but it is obvious that the infringement must be within
his district, otherwise he will be unable to prove damage.

The requirement that titles shall be registered has been made
stringent under the new sections introduced by the Act of 1919,
The patentee is now defined as “the person for the teme being
entered on the register as the grantee or proprictor of the
patent.” By the new sect. 71 assignments and transmissions
of interest have to be registered, and by sub-sect. (3): “Zle
person registered as the proprictor of a patent or design shall
subject to the provisions of this Act and to any rights appeasr-
g from the register to be vested wn any other person, have
powcr absolutely to assign, grant licenses as to or otherwise
deal with the patent or design, and to give effectual receipls
for any consideration for any such assignment, license or
dealing : Provided that any equities in respect of the patent
or design may be enforced in like mamner as in respect of
any other personal property.

(4) “ Except wn applications made under section seventy-
two (¢) of this Act, @ document or instrument in respect of

(c) For rectification of the Register.

'
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which no entry has been made in the register in accordance

with the provisions of sub-sections (1) and (2) @foresaid,
shall not be admitled in evidence in any court in proof of
the title to a patent or copyright in @ design or to any vnterest
therein unless the court otherwise directs.”

In Duncan v. Lockerbie and Wilkinson, Lid. (29 R. P. C, 454),
the plaintiff had before the date of the writ assigned his patent
to a trustee for the benefit of creditors, and after the writ had
been issued the trustee re-assigned the patent to the plaintiff.
The assignment to the trusteec did not appear on the register,
and Neville, J., held that at the date of the writ, the plaintiil,
being the registered proprietor, had the right to sue.

An 'equitable assignee cannot sue without joining the legal
owner. In Bowdew's Patent Syndicate, Lid, v. H. Smith & Co.
(1904, 2 Ch, 86; 21 RR. P. C. 438), the facts were as follows:
In 1897 B. applied for a patent. By a deed in the same year
B. assigned to the plaintiffs the benefit of this application.
The patent was subsequently granted to B., and of course was
dated as of the day of application. In June, 1903, the
plaintifls issued the writ in this action, and in October, 1903,
B, in pursuance of the deed of 1897, assigned the letters
patent to the plaintiffs. ID. had since died. It was held that
as the patent was not granted at the time of the assignment
of 1897 that assipnment avas equitable only, and consequently
the plaintiffs at the date of the issue of the writ were not the

legal owners of the patent and could not sue. They werc

allowed to amend the writ and statement of claim by adding
the executors of B.

It will be noticed that sub-sect. (4) of sect. 71 prevents

Legal owner
must be party

evidence being given of any unregistered documents which

should have been registered under sub-seots. (1) and (2), and
under these sub-sections the duty of registering is thrown on
the shoulders of the assignee or grante_e.'. But an | assigﬁbr
suing for the purchase price or on a covenant in the assigh-‘-
ment, or a licensor suing for royalties, would not be bound to
prove registration as the document i i not used in proof of title
to or any interest in a patent.

A mere licensce would have no exclusive right to use the
LD, 21

Licongees
cannot suo.
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invention ; he is only a person who is permitted to use it. The
grantor of such a license might grant a dozen other such
licenses without prejudicing the rights of the licensee; and
although an exclusive licensee has a right of property in the
monopoly, and stands very much in the same position as an
assignee for a district, yet he cannot sue infringers (d).

This principle, however, has not been followed in Scotland,
where it has been held that an exclusive licensee may sue (¢).

Sub-sect. (1) (d) of sect. 24 and sub-sect. (3) (b) of
sect. 27 enable licensees under licenses granted by the
Comptroller to sue infringers if the patentee neglects to sue,
making the patentee a defendant, and if the patentee does not
appear he is not under any liability as to costs.

The assignees or trustees in bankruptcy of a patentec may
maintain action for infringement in their own name (f), and so
may the executors or administrators of a patentee.

A. mortgagee of a patent is not a necessary party in an action

for infringement of that patent (g), and he cannot sue
infringers, inasmuch as although an assignee he is registered as

mortgagee and not as proprietor (%).
A mere agent to introduce, sell, and grant licenses for the use
of a foreicn patent in this country is not entitled to take

proceedings to resfrain infringement (7).

As defendants, any person infringing is liable ( 9).
A company, to whom the business of the defendants was

assigned while an action for infringement of a patent was
pending against them, could not be joined as co-defendants in

that action (%).
But where an indemnity was given to the defendants, after

the commencement of the action, by a third party who had
manufactured the infringing articles, it was held that the

(d) See p. 224, supra. Flour Co.,,44 C. D. 374; TR.D. C.
(e) Cochrane & Co. v. Marttn’s 208.

(Birmingham), Lid., 28 R. P. C. (») Ibid.
284 ; Scottish Vacuum Cleaners Co.v. (z) Adams v. North British Rail

Provincial Cinematograph Theatres, way Co., 29 L. T. N. 8, 367.

Lid., 32 R. P. C. 353. (7) See Chap, VIL
(f) See p. 214, supra. (%) Briggs v. Lardeur, 2 R. P. C.

(g9) Van Qelder v. Sowerby Bridge 13.
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pers . giving such an indemnity should be joined as a party
under R, 8. C, Order XVI,, r. 48 ({), but such third party
will only be bound by the decision of the Court so far as such
decision falls within the terms of the order by which he was
directed to appear, and if the plaintiffs neglect to amend by
joining him as a defendant they will not be able to obtain an
injunction against him as well as against the actual defendant (m).

The manufacturer and patentee of a machine, the use of Manufac.

turers need
» not be joined.

which is claimed to be an infringement of another patent
cannot compel the plaintiff to join him as a co-defendant with
the person by whom the machine was used and against whom
the action for infringement was brought (»).
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Where a company is defendant, and its financial position is Directors of

unsound, it may be advisable to join the directors as defendants,
inasmuch as they are equally liable with the company as
joint tort feasors (o).

An action is properly brought by the patentee against a com- Carriere.
pany who are innocent carriers of infringing articles, to restrain
them from dealing with or handing over such articles to other
persons, and on the discovery of the name of the consignee,
such consignee should be joined as a co-defendant in the
action (p).

II. PLEADINGS.

Writ.—An action for infringement is commenced by writ The writ.
issued out of the High Court of Justice,

The writ may be issued either in the King’s Bench or in the
Chancery Division, but the machinery of the latter tribunal is
the more suitable, and is the more generally used.

Where the validity of the patent is put in issue the County County
Court has no jurisdiction to entertain an action for infringement Gourt.
inasmuch as a patent confers a “franchise” within the meaning

(1) Edison v. Holland, 3 R. P. C. Gas Light Co. v. New Incandescent

395. Gas Iaghting Co. and Ors., 17
(m) Edison v. Hollend, 6 R. P.C. R, P. C. at p. 247.

243, 286. (p) Washburn and Moen Manu-
(n) Moser v. Marsden, 9 R. P. C.  facturing Co. v. Cunard Steamship

214. Co., 6 R. P. C. 398,

(0) See, e.g., Welsbach Incandescent

company.,
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of the sect. 56 of the County Courts Act, 1888 (a). If
infringement were the only issue, and the amount claimed as
damages wero within £100, there would seem to be no reason
apart from practice and convenience why the action should
not bo so tried, but the authors do not know of any case where
the attempt has been made. Actions for royalties have been
tried in the County Court (b). |

The Court of the County Palatine of Lancaster has juris-
diction to hear actions for infringement and to decide the issue
of validity.

In nearly all actions for infringement, the writ is indorsed
with 2 claim for (1) an injunction; (2) damages; and (3)
delivery up to the plaintiffs or destruction of all infringing
articles in the possession of the defendants. If the patent
has expired there cannot, of course, be a claim for an in-

junction.
Service of a writ 1n Scotland for an infringement in England

will be allowed (¢).
The practice is regulated by Order LIIIA, of the Supreme

Court Rules. In addition to the special rules of this order,

‘the ordinary rules apply where applicable (d).

By sect. 94, sub-sect. 1, nothing is to affect the forms of
process in Scotland, and, apart from rules which may be made
by the Scottish Courts, the practice seems o remain what it
was under the Act of 1883, so far as particalars and costs are
concerned, for the English Supreme Court Rules do not apply
to Scotland (e). |

Statement of claim.—Order XIX,, rule 4, requires all material
facts to be pleaded, and prohibits the pleading of evidence.
Rule 5 is as follows :—*“The forms in Appendices (C., D. and
E.), when applicable, and where they are not applicable forms

(a) Reg. v.County Court Judge of 24. |
Halifax, 1891, 1 Q. B. 793; 8 (@) See Haddan'’s Patent, b4
R. P. C, 344. T L. J. Ch. 126; Griff. P. C, 108

(b) See Cutlan v. Dawson, 14 (decided before O. LIIIA,). - -

‘I_{. P. C. 249. (¢) And see Mica Insulators C’b.,

(¢} Speckhart v.’ Cam_pbeli, Ach- Lid. v. Bruce, Pcebles & Co., Ltd.,
nach & Co., Solr. Journ. Feb, 2nd, 22 R. P, C. 527,
1884 ; Vol. 28, p. 264; W. N. (84) |
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of the like character, as near as may be, shall be used for all
pleadings, and where such forms are applicable and sufficient,
any longer form shall be deemed prolix, and the costs occasioned
by such prolixity shall be disallowed to or borne by the party
so using the same, as tho case may be.”

The forms mentioned relate to pleadings in an action for the
infrincement of a patent, but there is no provision made for
the cage where infringement has only been threatened, nor for
the case when a mandatory order or an account of sales and
profits is required.

The statement of claim should allege that the plaintiff is the
grantee or registered legal owner of the letters patent, and if
his title is derived by assignment he should set forth the
devolution ; this, however, is not strictly necessary.

It is unnecessary to allege either that the plaintiff or the
original patentee was the first and true inventor (f), or that the
invention is new (g). If the specification has been amended, it
is better to plead the fact, and that the original specification
was framed in good faith and with reasonable skill and
knowledge (%), since, by sect., 23 of the Act of 1907 (see p. 211,
ante), no damages are recoverable in respect of infringements
committed prior to the decision allowing the amendment unless
the patentee can satisfy the Court that it was so framed.

If a certificate of validity has been granted in a previous
action so as to entitle the plaintiff to solicitor and client costs
under sect. 35 of the Act of 1907 (sect. 31 of the Act of 1883),
the certificate and the claim to such costs should be pleaded (z).

Two or more patents may be sued on at one and the same
time if the different issuecs can be conveniently tried together.

320

Particulars of breaches.—Particulars of breaches were required Particulars of

to be delivered in every action for the infringement of & patent
by sect. 41 of the Patent Law Amendment Act, 1852, and by
sect, 29, sub-sect. 1, of the Act of 1883. Rules 13, 16, 19, 20
and 21 of Order LIIIA, have replaced these statutory

(f) See Ward v. ILil, 18 R. P.C. (h) Kane and Pattison v. Doyle,
491, 18 R. P. C. at p. 337.

(9) Amory v. Drown, L. R. 8 (?) The Pnewmatic Tyre Co, v.
Eq. 663. Chisholm, 13 R. P. C. 488.

breaches.
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requirements and are as follows: “ (13) In «etton for infringe-
ment of a patent, the plaintiff-must deliver with his statement
of claim particulars of the breaches relied upon. |

“(16) Particulars of breaches shall specify whick of the claims
v the specification of the patent sued upon are alleged to be
wifringed, and shall give at least one instance of each type of
wnfringement of whick complaint 4s made.

“(19) Particulars of breaches and particulars of ob-

jections (J) may from time to time be amended by leave

of the Cowrt, upon such terms as may be just,
“(20) Further and better particulars of Ubreaches or

partrculars of objections may at any time be ordered by the

Counrt. |

“(21) At the hearing of any action, petition, or counter
clarm relating to a patent, no evidence shall, except by leave
of the Court (to be given wpon such terms us to the Court may
seem Just), be admatied in proof of uny alleged infringement
or objection mot raised in the particulars of breaches or
objections respectively.”

The practice as formulated by these rules is substantially the
same as that under sect. 29, sub-sect. 1, of the Act of 1883.

Particulars of breaches are particulars of the times, places,
occasions, and manner in which the plaintiff says the defendant
has infringed his letters patent. The defendant must have full,
fair, and distinct notice of the case to be made against him (%),
In Batley v. Kynoch (L. R. 19 Eq. at p. 281), Sir James
Bacon, V.-C, said: *All that is required and provided by
the Patent Low Amendment Act, 1852, which has made no
alteration in the practice to be observed in these cases, is that
the defendants shall not be taken by surprise, and it is the duty
of the judge to take care that by the particulars of breaches
they shall have full and fair notice of the case that they will
have to meet.”

It had, prior to the passing of the Patent Law Amend-
ment Act, 1852, been the practice of the Courts to compel
plaintiffs to give particulars of breaches, and the cases which

(/) Seo p. 334, infra. & M. 248; Mandicherg v. Morley,
(k) Needham v. Oxley, 1863, 1 H. 10 R. P, C. 256.
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were then decided as to the sufficiency of particulars are
applicable now; for then, as now, the object was that the
defendant should be warned with reasonable certainty of the
case that was to be made against him,

The plaintiff cannot be required to place a construction upoa
his patent in his particulars of breaches (I). |

The requirements of particulars of objections differ ms tenally Differ feom
from those of particulars of breaches. In the case of objections 2{';;;?,}’3;‘;3 o
taken by the defendant to the plaintiff’s patent, it is essential
that each objection should be set out in detail and that the
defendant should be tied down to the particular instances of
anticipation which he discloses in those particulars, since the
objections to be taken by the defendant at the trial cannot
otherwise lie within the plaintiff's knowledge, whereas in the
case of particulars of breaches, to use the words of Bristowe,
V.-G, (m): “You must always bear this in mind, that the
plaintiff, asserting his patent, knows what he claims, and he says,
‘I tell the public according to that which I am bound to do by
tho - . sification that which I do claim ’; and the defendant well
knows, or the defendants, as in this case, perfectly well know
what they are doing.” Consequently to fulfil the object for
which such particulars are required, it is only necessary for the
plaintiff to indicate what patent or portions of what patent he
relies upon and by what act he considers the defendant to
have infringed, and if these two points be made clear without
adducing specific instances, that will be sufficient (»).

Rule 16, in so far as it refers to the necessity of specifying, in
all cases, the claiming clauses which are alleged to be infringed,
follows what was substantially the practice before the rule in
cases where the specification included a number of claims,,

There is no objection, however, to a plaintiff stating that he
relies on all the claims of his specification, and it is a matter of
costs ab the trial if this course has been taken unreasonably (o),

' (0) Wenham Co. v. Champion Gas (n) Aktiengesellschaft filr Anilin
Co.,, 8R. P. C. 22, v. Levinstein, 29 R, P, C, 677.

(m) Cheetham v. Oldham, b (o) Hu:lam & Co. v, Iall, 4
R. P. C. at p. 626 (and sco cases R. . C. at p. 206,
therein cited).
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1t has been customary to state that the patent has been
infringed and “ in particular by the sale, on the 3rd day of May,
1909, to one A. B., of an article constructed according to the
mvention described and claimed in claim No, —,” This has
been for the purpose of identifying the type of act complained
of, and technically proving it if demnied. The giving of the
1nstance is merely for identification purposes, and a defendant
does not limit his rights to damages to the example only. “It
lies on the party who alleges that for the honest purpose of
his litigation he wants further information or limitation, to
satisfy the Court that he is really placed in a difficulty by the
particulars as they stand ” (p).

When an action is brought in respect of a particular type of
infringement, and to restrain the threatened infringement by
continued manufacture of that type (the usual way in which
an action is framed), the plaintiffs will not be allowed to give
evidence of infringements of a different type committed after
action brought to justify the allegation of intention to infringe;
the proper course is to apply to amend the particulars of
breaches (g).

Further particulars of breaches have sometimes been post-
poned to discovery on the ground that the defendant knew the
breaches which he had committed better than the plaintiff (7).

Where an action is brought against the vendor of articles
alleged to have been made by a process which infringed the
plaintiff’s patent, a greater degree of precision is required in
the particulars of breaches than if the defendant had been the
manufacturer himself. .

In Mandleberg v. Morley (10 R. P, C. at p. 260), Stirling, J.,
said: “Now 1f a manufacturer is attacked for infringing a
patent by a particular process he does not want to be told in
the shape of particulars, or otherwise, what the process is he
is using, He knows what the process he is using is, - But
it 13 a very different thing with respect to a vendor. The

(p) Per Wills, J,,in /T slam & Co.  Welsbuch Incandescent ILight Co.,
v..2all, 4 R. D, C. at p. 207. Ltd, v. Dowle, 16 R. P. C, 391.

(9) The Shoe Machinery Co., Lid. (*) Russell v. Ilatficld, Griff. P. C.
v. Cutlan, 12 R. P. C, 342; The 204; 2R, P. C. 144.
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vendor does not know with certainty what process 18 being used
by the person from whom he himself buys, and who manufactures
the article.”

In that case the particulars of breaches alleged that: * The
plaintiffs complain that each of the said letters patent of the
plaintiffs have been infringed by the sale and exposure for sale
by the defendants of each of the said garments known as ‘ The
Champion,” and ¢ The Distingué,” and by the sale and exposure
for sale of other waterproof garments made by the manufacturers
of ‘The Champion’ ‘The Distingué’ and ‘The Tropical
Odourless, but not bearing their distinguishing names, bub
which unnamed garments are manufactured by similar pro-
cosses to the three named garments.” It was held that the
reference to unnamed garments was not sufficiently specific,
as it was not clear that the unnamed garments referred to
were substantially the same as those which were specifically
mentioned,

If the particulars delivered are too general, the defendant
should apply for further and better particulars.

If at the trial evidence is tendered which comes W1th1n the Evidence
adn;iitted it
within

literal meaning of the particulars it will be admitted, notwith-
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standing that the particulars are too general, as the defendant partioulars.

should have objected to the particulars, and not have waited
until the trial to take his objection (s). |
The plaintiff having delivered particulars of breaches speci-
fying certain sales by the delendant of rollers, and in particular
to Shaw and Smith, the defendant, in answer to interrogatories,
admitted sales to Hixst, Fry, J., in giving judgment, said:
“In this case I think I must admit the evidence tendered in
~respect of Hirst’s case. It is said that in respect of those
cases which are not mentioned by name in the particulars of
breaches, the plaintiff cannot give evidence. It may be that
the particulars were not sufficient, or tended to embarrass.
But the duzfendant did not apply for amended particulars,
according to the case of Hull v. Bollard. It appears.to me 1
“have to inquire what is the meaning of the particulars, I find
the case of Hirst is within the literal meaning of the particulars,
(s) Hull v. Bollard, 25 L. J. Ex. at p. 306. |



330 THE LAW OF PATENTS.

If I had found that the case of Hirst was likely to create
surprise, or likely to introduce any point not raised by Smith's
or Shaw’s case, I should probably have given an opportunity
to the defendant to bring fresh evidence. I have asked whether
there is any witness not here whom the defendants would
desire to bring in respect of Hirst’s case, and have received no
satisfactory answer on that point, and must assume that there
'is no such witness” (?).

Conversely, where the particulars of breaches complained of
infrincement by user only, the Court refused to enter into
the question as to whether there had been infringement by
manufacturing the articles complained of (u).

Particulars of breaches may also be ordered in actions
which are not strictly actions for infringement or petitions for
revocation; this is done under the ordinary jurisdietion of the
Court. In an action charging that the defendant falsely
and maliciously wrote and told persons who had bought certain
machines of the plaintiff’s that the machines were iniringe-
ments of his the defendant’s patents, the defendant having
pleaded not guilty, the Court ordered the defendant to deliver
particulars, showing in what part the plaintiff’s machines were
an infringement of the defendant’s patents, and pointing ouf,
by reference to the page and line of the defendant’s specifica-
tions, which part of the inventions therein described he alleged
to have been infringed (v).

Where Where the plaintiff claiming an injunction relies on certain

jnfringement . . . s o . ‘

allezed to be  2cts of the defendant as evidence of an intention to infringe in

f:';:fta"el_ated the future, the defendant is entitled to full notice of the nature

| of the infringements he is alleged to be contemplating, especially
where such acts have been committed since action brought (w),
and the plaintiff will not be permitted to adduce evidence ¢
thereof unless such notice has been given.

(&) Sykes v. Ilowarth, L. R. 12 212.
Ch. D. 826. (w) See The Shoe Machinery Co.
(v) Ilenser v. Ilardie, 11 R, P, C. v, Cutlun, 12 R. P. C. 357 ; Welsbach
421, 427, Incandescent Light Co. v. Dowle, 16
(v) Wren v. Weild, L. B. 4 Q. B. R, P. C, 391, |
.
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DEFENCE.

- The following defences are available to a defendant to an Defences

available.
action for infringement, v
1. He may deny the plaintiff’s title to the letters patent

sued on.

2. He may plead the leave and licemsc of the patentee,
speeifying the circumstances.

3. He may'deny that he has committed the acts complamed
of in the particulars of breaches, "

4, He may deny that the acts complained of are infringe-
ments of the letters patent.

[Nos. 3 and 4 are included under a mere denial of
infringement. ]

5. He may allege that at the date of the leitters patent sued
on the alleged infringing manufacture made, used, or
sold by him was not new (see p. 119, ante).

6. He may allege that the letters patent are invalid, in
which case he must deliver pariiculars of objections to
the validity.

7. He may allege that in a contract made after the passing
of the Act of 1907, if such contract is in force at the
time, relating to the sale or lease of, or licence to use
or work any article or process protected by the patent,
there oxist certain conditions which are made void by
sect, 38 (constituted a defence by sect. 38, sub-sect. 4).

8. Asa defence to a claim for damages (but not to a claim for
an injunction) ona patent granted after the commence-
ment of the Act of 1907, he may allege that at the date
of the infringement he was not aware, nor had reasonable
means of making himself aware, of the existence of the
patent (constituted a defence to a claim for damages by
sect. 33 of the Act of 1907).

An assignor who has covenanted for the validity of the patent Estoppel.
13 estopped from alleging invalidity in an action for infringement
brought against him by the assignee (see p. 222 ¢ seq.).

A licensee is always estopped from denying the validity of
the patent or the title of his licensor (see p. 228 ef seq.).
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Where there are several defendants, an estoppel may operate
against one and not against the others, and iIn an action
against partners, one of the partners by putting in a separate
defence may be able to free himself from the effect of the
estoppel which prevents his partner from rasing the 1ssue of
validity (a).

Judgment having been recovered against the defendant m
an action for infringement, such defendant cannot plead the
invalidity of the patent as a defence to a subsequent action
brought against him for an infringement of the same patent ; he
is estopped by the first judgment, and this is so, even though the
first judgment was entered by consent (), and the defendant
will not even beallowed to raise the question of validity on new
grounds (c).

But where the defendants in the second action are nob the
same a3 those in the first, there will be no estoppel (d), though
in such a case, if the patent had been previously upheld by a

» court of co-ordinate or superior jurisdiction, strong additionsl

evidence will be required in order to reverse the previous
finding, and the Court will usually hold itself bound by previons
decisions in the question of the construction of the patent ().

Similarly, if the patent has been held invalid in a previous
action it will be a bar to a subsequent action for infringement
between the same parties (). But if the ground of invalidity
has been removed by amendment of the specification there will
be no estoppel (¢).

“ An estoppel must be certain to every intent and not be taken
by argument or inference ” (%), so where a question of infringe-

(@) Ieugh and Chamberlain, 25  p, 114; Automatic Weighing Machine

W. R. 742; Goucher v. Clayton, Co.v. Combined Co., 6 R. P, C. 367;
1865, 11 Jur, N. S. 107, Edison v. Holland, 1889, 6 R. P. C.
(1) Thomson v. Moore, 6 R. P. C. 243; The Flour Oxidising Co., Lid.

426; 7 R. P. C, 326; Drown v. v. C'm"r & Co., Ltd,, 256 R, P. C. at

Hustie & Co., Ltd., 23 R. P. C. 361.  p. 448.

(c) The Shoe Machinery Co. v. (/) Horrocks v, Stubbs, 12 R, P.G,

Cutlan (No. 2), 13 R. P. C, 141. at p. 640.
(@) Goucher v. Clayton, 1865, 11 (¢) Sco Deeley's Putent, 11 R. P. y
Jur. N. 8. 107; 84 L. J. Ch. 239; 72,
Otto v. Steel, 3 R. P. C. 109, 114, (/) Com. Dig. tit, Estoppel (I 4),
(e) Otto v. Steel, 3 R. P. €, at .

|
T
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ment was submitted to an arbitrator who in his award found
that the letters patent were not illegal or void, in a subsequent
action for infringement against the same defendant, it was held
that the arbitrator’s award was not such a decision as to make
an estoppel within the above-cited rule (2).

And in an action against manufacturers who have at an
carlior date, under a contract of indemnity, financed tho
defence of users in actions by the same plaintiffs, the manu-
facturers will not be precluded from raising the issue of
velidity (7).

A statement of defence alleged that if the specification were gonditional

construed 50 as to make the defendant an infringer, the claims 9°:n¢e:
of invention would be bad for want of novelty, as including
matters deseribed in certain specifications (stating them).
North, J., refused to strike out the paragraph under Order
XIX., rule 27 ; the Court of Appeal dismissed the appeal with
costs (). This is somewhat similar to the defence numbered
5 on p. 331 and dealt with at p. 119, ante.

A statement of defence admitted infringement in ten
instances and no more; the plaintiffs elected to move for
judgment upon such admissions ; held, that they were entitled
to an inquiry as to damages as to these ten instances of
infrincement and no more, and that all evidence as to any other
instances of infringement alleged to have been committed by
the defendant must be excluded (/).

The defences which are made available by the Act of 1907, Special
as amended by the Act of 1919, and numbered 7 and 8 on 3:;21‘:; by
p. 331, must be specially pleaded in the defonce and are not; Ack of 1907

metters to be dealt with in the par ticulars of ob,]ectlons to

validity.

- It is no longer permissible to raise the question of non-
working as a defence to an action for infringement (m).
By sect. 38, sub-sect. 4, of the Act of 1907 it is provided :—

(3) Newallv. EZZzott 32 L. J. Ex. () United Telephone Co. v.

120 Donohoe, L. R, 81 C. D 399 3
“(7) Gammons v. Singer Manu- R.D.C, 45.
facturing Co., 22 R. P. C. at p. 4b9. (m) See amendment of sect. 26

(k) Hocking v. Hocking, Grifl. cffected by the Act of 1919
P0129 3 R. P. C. 201
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Defence of “ The insertion by the patentee in a contract made after the

:f:ttf:ff;;m passing of this Act of any condition which by virtue of this

;iotii% son- sectron 18 null and void shall be available as a defence to an
action for infringement of the patent to whach the contract
velates brought while that contract 48 wn force.”

The nature of the conditions made void by sect. 38 has been
discussed at p. 233, and the use of such conditions as a defence
at p. 237.

By rule 10 of Order LIIIA. it is provided that a defendant
relying on this defence must deliver with his defence full
particulars of the contract and condition on which he relies.

Defenceasto By sect. 33 i1t 18 provided that a patentee shall not bhe

?;ﬂf&;i: of entitled to recover damages from a defendant who proves that

patent. he was not aware of the patent, and had no reasonable means
of making himself aware of it.

This section 1s discussed farther on in this chapter. From
the point of view of the pleader it is submitted that he should
merely state that ‘“at the date of the infringement alleged, he
was not aware, nor had reasonable meaus of makine himself
aware, of the patent.,” The onus of proof is expressly laid
upon the shoulders of the defendant.

Particularsof  Particulars of Objections.—If the defendant in an action for

objections,. . .. " . s .
infringement, or the petitioner in a petition for revocation
pleads the invalidity of the patent he must deliver with his
defence particulars of the objections npon which he intends to
rely. The requirements as to the specific nature of such
particulars have grown more and more stringent since the Act
5 & 6 Will, IV. c. 83, s. 3, which required that “in any action
brought against any person for infringing any letters patent,

the defendant, on pleading thereto, shall give to the plaintiff a
notice of any objections on which he means to rely at the trial
of such action.” The Act of 1883 required particulars of the
objections, which implies considerably more than a mere
notice.

Sect. 29, sub-sect, (2), of that Act provided :—* The defen-
dant must deliver with his statement of defence, or by order of |
the Court, or a judge at any subsequent time, particulars of
any objections on which he relies in support thereof; (3) if

 C

e Y
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the defendant disputes the validity of the patent, the particulars
delivered by him must state on what grounds he disputes it;
and if one of those grounds is want of novelty, must state the
~ time and place of the previous publication or user alleged by
him; (4) At the hearing, no evidence shall, except by leave of
the Court, or a judge, be admitted in proof of any alleged
infringement or objection, of which particulars are not so
delivered ; (5) Particulars delivered may be from time to time
amended, by leave of the Court, or a judge.”

The statutory requirement is now replaced by rules 14, 15,

17, 18, 19, 20 and 21 of Order LIIJA. XRule 17 is as
follows :—* Particulars of objections (whether delivered with The new
the defence wn an action for infringement of patent or with rules.

a petition for revocation under sect. 25 of the Act or with «
counterclarm for revocation under scct. 32 of the Act) must

state every groumd wpon which the validity of the patent is
disputed and must give such particulars as will clearly

define every wssue which it 18 intended to rarse.”’

By rule 21, “ At the hearing of any action, petition, or
counterclarm relating to a patent, no evidence shall, except by
leave of the Court (to be given wpon such terms as to the Court
may seem just), be admitted i proof of any alleged infringe-
ment or ohjection not raised in the particulars of breaches or
objections respectively.”

Apart from granting leave to amend the particulars, the Every objec-
Court will not readily allow an objection to be taken to the ;‘1‘;’;&’;‘5‘," e
validity of the patent unless that objection has been pleaded ().

Particulars of cbjections have always been ordered, when the ﬁnﬂg}gﬁ:ng:?
validity of a patent has been put in issue. When it was 2 aetions or
condition precedent to an agreement to assign letters patent, Petitions.
‘that the assignee should first satisfy himself as to the validity
of the patent, in an action brought for specific performance of
this agreement, and resisted by the assignee on the ground of

his right under the condition precedent, it was held that the

(n) Sce judgment of Fletcher pp. 659, 660, and of Lord Loreburn
Moulton, L.J., in Dritish United in Alsop Flour Process, Ltd.v. Flour
Shoe Machinery Co., Lid. v. A. Oxidizing Co., 26 R, P. C. at
Fussell & Sons, 25 R, P. C. at p. 490,
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{

validity of the patent was at issue and that the plaintiff was
entitled to particulars of objections (o).

It is not nocessary for every one of two or more defendants
defending in the same interest to deliver separate particulars of
objections ( p).

Any of the objections which we have discussed in previous

chapters may be taken in order to upset a patent, but the
particulars must set out those objections in such terms that
the plaintiff may be informed what case he will have to meet
at the trial of the action.
- In Avery, Lid. v. Ashworth, Lid. (32 R. P. C, 463), the
defendants in their particulars of objections stated that they
would rely “either by way of anticipation or as showing the
scope of the claims . . . upon matters known to the plaintiffs,
in consequence of which the plaintiffs” at an earlier date had
applied to amend their specification by disclaimer, The
defendants were directed to deliver full particulars of the
“matters” alleged. The further particulars delivered under
this objection consisted of a statement that the defendants
would rely upon all the matters contained in the particulars of
objections which had been delivered in an action by the
plaintiffs against other defendants upon another patent several
years before. This ~nd the original paragraph were ordered to
be struck out (53 R. P. C. 235).

If it be pleaded that the patentee was not the true and first
inventor particulars must be delivered stating the name of the
person whom the defendant alleges to have been the true and
first inventor (g). The case of Russell v. Ledsam (11 M, & W,
647), which has been referred to in various text-books as an
authority to the contrary, was decided upon the construction
of the Act b & 6 Will, IV. c. 83, s. 3, and is now 'obsolete.
Moreover, it is to be remembered that the issue raised by this
plea is not one of novelty, but a specific ground of attack in
itself. | o

The most common ground of objection to the validity of a

(o) Hazlehurst v. Ry?amk, 9 A.C. 249, -

R.P. C. 1 (7) Smitk’s Patent, 29 R. P. C.
() Smith v. Cropper, L. R. 10 330,
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patent is want of novelty either on account of prior publication
in some document or prior public user of the invention. By
rule 18 of Order LIIIA, “ If one of the objections taken in the
particulars of oljections be want of novelty, the particulars
must state the time and place of the previous publication or
user alleged, and if it be alleged that the invention has been
usedk prior to the date of the patent, must also specify the
numes of the persons or person who are alleged, to have made
such prior user and whether such prior user s alleged to have
continued down to the date of the patent, and if not, the
earliest and latest dates on which such prior user s alleged
lo have taken place, and shall also contwin o description
(accompanied by drawings if necessary) sufficient to identify
such alleged prior wuser, and <if such wuser velates to any
machinery or apparatus shall specify whether the same is in
existence and where the same can be inspected,

“ No evidence at variance with any statement contained in
the particulars shall be given in support of any objection,
and no evidence as to any mackinery or apparatus which s
atleged to have been used prior to the date of the patent and
which 18 in cxistence at the date of the delivery of the
particulars shall be receivable unless it be proved that the
party rvelying on such prior user has, if such machinery or
apparatus be vn his own possession, offered inspection of the
same, or +f mol wm his own possession, has used his best
endeavours to obtain imspection of the same for the other
parties to the proceedings.”

If this rule be compared with paragraph 2 of sect. 29,
sub-sect, 2, of the Act of 1883, it will be seen that the require-
ment for particulars has become far more strict than was
formerly the case. It was decided by Parker, J. (»), that in
the case of a prior user alleged to be in existence at the date of
the particulars the defendants were not bound to deliver a
description and drawings provided they obtained inspection of
the articles for the plaintiffs, for in that case the plaintiffs
might themselves make the required drawings.

337

~ Where the patent was for a process and anticipation by a Prior user of

 (r) The Crossthwasite Fire Bar Syndicate v, Senior,26 R. P. C. 260.
L.P, 22

pLocess.
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process was relied on, the Court of Appeal would not order
particulars of the apparatus employed nor would it order pro-
duction of samples, holding themselves bound by the rule, and
the Master of the Rolls said: “ It seems to me that we cannot
impose upon the defendant in a patent action any greater
liability than 1s justified by that rule (18), and it does not
seem to me to be relevant to urge th#t something beyond and
outside that rule will enable the plaintiffs better to prepare for
trial and will minimise expense. . . . If the patent is one for
machinery or apparatus great detail is required by the rule...
drawings have to be furnished and experiments have to be
permitted, always qualifying that statement by the fact that it
must be within the power of defendants to furnish the drawings
and allow the experiments. But when the patent 1s for a process,
ond merely for a process, no such detailed particulars are re-
quired. All that the rule exacts is a description sufficient to
identify such alleged prior user. . . . The patent relates to a
process, and there 1s nothing either in the body of the specifica-
tion or in the claim at the end which jusfifies us in exacting
from the defendants any further particulars as to the nature of
the apparatus used in working the particular process; nor do I
think it is within our jurisdiction to require the defendants to
say whether they have any samples of the ores so treated, or to
require them to say whether they will allow the plaintiffs
to have inspection of such samples and to make tests therefrom.
Whether it might or might not be convenient that the rule
should be so a..cred as to extend to a case like that L express
no opinion. . . . (8).

The same reasoning applies where the patent is for a particuler
prescription of ingredients; in such circumstances particulars
will only be ordered of the ingredients used in the alleged prior
user (2).

We submit, however, that the defendant should in justice be
forced to disclose in his particulars all the information in his
possession concerning the prior user which he proposes to prove

(8) Sce Minerals Separation, Lid. (¢) Stallwerls Decker Aktienge
v. Ore Concentration Co., Lid., 26 sellschaft's Patent, 3¢ R. P. C. 332.
R. P. C. 413, 421.
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in Court, and that no useful purpose is served by allowing
him to conceal the true nature thereof until the trial. Un-
fortunately the words “sufficient to identify ” are precisely
the words used in the judgment of Fletcher Moulton, L.J., in
Brown’s Patent (23 R. P. C, 792) before Order LIIIA. came
into force. The learned Lord Justice held that the purpose of
particulars under the old practice was not to describe the prior
user to the plaintiff or to inform him of its nature, but merely
to identify the article in question. We are not concerned with
the question of whether this judgment was taken into account
in framing the rules, but if the words of the rules bear the
same meaning as those in the judgment there is some danger
that a manifest and ridiculous injustice will be perpetuated.

Objections on the ground of prior publication stand very much
upon the same footing as those on the ground of prior user.

If the prior publication is alleged to be in books or news-
papers, the plaintiff is entitled to be told the name of the book
or newspaper, and to be given such details of the books or
newspapers as will enable them to be found-and identified by
the plaintiff,

Whether or not a defendant will be required to give par-
ticulars of lines and pages of the specifications upon which he
1elies in his objections or to point out specifically what part or
parts of the plaintiff’s specification he alleges to be affected
thereby will depend upon the circumstances of the case and the
nature of those specifications («); where it appeared that the
defendant had, figuratively speaking, * thrown at the head ” of
the plaintiff a large number of complicated specifications with-
out any attempt abt discrimination, further particulars were
required (v), but if the defendant bon# fide relies upon the whole
of a specification, or any number of specifications in reason, and
the subject-matter is simple, his partlculars of objections will
not be interfered with (w).

(u) Heathfield v. Greenway, 11 (w) Stemens v. Karo, 8 R. P, C,
R. P, C. 17. 876 ; Nettlefolds v. Reynolds, 8
(v) Iolliday v. Heppenstall, 6 R. P. C. 410; Edison-Bell Phongo-
R.P. C. 820; Sidebottomv. Fielden, graph Co. v. Columbia Phonograph
8 R. P, C. at p. 270 ; Heathfield v. Co., 18 R. P, C. 4,
Greenway, 11 R, P. C. 17.

339
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The objection that the invention is not proper subject-matter
in view of the common knowledge of the time when it was
patented is a distinct allegation, and should be specifically
pleaded ().

Objections on the ground of common knowledge must be
carefully distinguished from objections on the ground of prior
publication ; in the latter case every book or document must
be particularised, as no instance of anticipation can be adduced
at the trial of which particulars have not been delivered; but
when the objection to a patent 1s based upon common know-
ledge, no particular instances need be referred to, as this
objection can only be proved by the examination of witnesses
and references to well-known standard works wupon the
subject (7).

“ Common knowledge” must be distinguished from * public
knowledge.” If the prior document is relied on in the latter
sense 1t must be pleaded specifically (2), and in such a case it
should not strictly be weighed as anything but an anticipation,
and, strictly speaking, the contents of specifications, although
part of public knowledge, are not necessarily common knows-
ledge (a), but may be shown by evidence to be part of the
common knowledge (0). Nevertheless, if a specification has
been referred to in the particulars of objections it is common
practice for the Courts to take it into consideration in dealing
with the question of common knowledge without formal proof
that its contents are sufliciently widely known to be considered
properly as such ().

The usual practice 18 to state in the particulars whether the
specifications cited are referred to as anticipations or as part of
the common knowledge.

(x) Ilolliday v. Heppenstall, G
R. P. C, at p. 826; Lhillvps v. The

(a) The . Sulvo Laundry Co. Vv.
Mackie, 10 R. P. C. 68 3 English and

Tvel Cycle Co., 7 R, P, C, at p. 82.

(y) Holliday v. Heppenstall,
supra; Iinglish and .American
Machinery Co. v. Union DBoot Co.,
11 R. P, C, at p. 374.

(z) Sce Dritish Thomson-Houston
Co. v. Stonebridge Llcctrical Co., 33
R. P. C. 166,

American Machinery Co. v. Union
DBoot Co., 11 R, P, C. 367.

(b)) Salvo Laundry Supply Co. v.
Muackie, 10 R, P. C. 68 ; Holliday v.
Heppenstall, 6 IR. P, (. 320,

(¢) Sce, eqg., Sulcliffe v. Abbotly
20 R. I €. at p. 6b. :
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Particulars are not required of the allegation that “the want ot
patented invention is not useful.” utility.

The allegation that the specification is insufficient or Insufficiency
ambiguous and misleading must be supported by particulars f BPeciicas
which indicate the alleged defect, and where a workman would
meet with difficulty in carrying out the directions given (d).

But if the objection amounts to saying that if the directions in
the specification are followed the result described is mnot
attained no further particulars will be ordered (¢). Every case,
however, will depend on its own merits (/).
The objection that the specification does not define the limils gpecification

of the inven.tion c}aimed is sufficient and does; not require to be §oe3 2%
further particularised (g). tion.

When the objection is (under sect. 42) on the ground of girsg;?;
disconformity between the provisional and complete specifi- '
cation, coupled with want of novelty in the excess matter at
the date of the complete specification, the defendant ought
to give such particulars as will inform the plaintiffs of the
pature and scope of the alleged differences, and particulars of
the want of novelty. This does not mean that the defendants
must furpish the plaintiffs with the heads of what the
defendants’ argument will be at the trial, but only such informa-
tion as the plaintifis may reasonably require in order to know
precisely the nature of the case that will be raised against
them,

Order XIX., rule 6, of the Rules of the Supreme Court Fraud,
provides: “ In all cases in which the party pleading relies
on any misrepresentation, fraud, breach of trust, wiltul
default, or undue influence, and in all other cases in which
particulars may be necessary beyond such as are exemplified
in the forms aforesaid, particulars (with dates and items, if
necessary) shall be stated in the pleading : provided that if the
particulars be of debt, expenses, or damages, and exceed three

(@) Crompton v. Anglo-American R, P. C, 762,
Brush Corpn., 4 R. P. C. 197 ; Heuth- (/) Ibid.
field v. Qreenway, 11 R, P. C. 17. (g) Dritish Ore Concentration, Lid.
(¢) See, e.q., “ 2" Electric Lamp v. Minerals Separation, Lid., 24
Co. v. Marples, Leach & Co., 26 R.P. C, 790,
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folios, the fact must be so stated, and a veference to full
particulars already delivered or to be delivered with the
pleading.”

Such an allegation of fraud would be raised where the
plaintiff is allegzed to have stolen the invention from some one
else, or that he had obtained the patent by bribery.

By rule 21 of Order LIIIA., ¢ At the hearing of any action,
petition, or counterclaim relating to a patent, no evidence shall,
except by leave of the Court (Lo be given wpon such terms as to
the Court may seem just), be admitted in proof of any alleged
infringement or objection mot raised im the particulars of
breaches or objectzons respectively.”

Apart from rule 19, which will be considered presently, the
Court has always possessed the power to allow the evidence to
gobeyond the matters set forth in the particulars of objections (%),

Evidence will be admitted at the trial, provided the language
of the particulars of objections is Jarge enough to admif it;
since the proper course for the plaintiff to take should the
defendant deliver vague particulars is to issue a summons
before o judge in Chambers for further and better particulars,
or, in the alternative, to have the objectionable words struck out.

In Sugg v. Silber (L. R. 2 Q. B. D. at p. 495), Mellish,
L.J.,, said: “In my opinion there is a very large difference
between a case where a judge has been applied to and has
ordered further particulars in order to state an objection more
specifically, and a case where at the trial the plaintiff asserts
that the defendant ought to be prevented from availing himself
of an objection. It is perfectly obvious that, if Mr. Cave was
right 1n saying that the two questions are the same, and that
wherever the Court would order further particulars because the
objection had not been particularly specified, it would also
hold that the party was precluded from raising it at the trial,
nobody would be foolish enough to apply to a judge for further
particulars,”

By rule 19, “Particulars of breaches, and particulars of
objections may jfrom time to time be amended by leave of the
Court upon such terms as may be just.”

(h) Britain v. Hirsch, b R. P. C, at p. 231.
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The defendant will not be allowed at the hearing of the
action to introduce evidence of prior user, not disclosed in the
particulars of objection, although such evidence may have only
come to his knowledge since the delivery of the particulars of
objection. His proper course is to obtain leave by summons
for leave to amend, when an order will be made upon terms.

Whether the application to amend be made before or at the
trial the terms should be such that the plaintiff is at liberty,
if he pleases, to discontinue the action, and to be in the sameo
position as to costs, as if the proposed amended particulars
had been delivered in the first instance; and the defendant
should be put under such terms as to costs as to the judge or
Court may seem just. The particulars of objections give
notice to the plaintiff of the case which is to be made against
him ; and he should be able to discontinue or nof, as he pleases,
paying the defendant’s costs. The defendant should not be
permitted to keep back his most salient objections, and so to
entico the plaintiff to proceed and incur costs, and then to
amend his particulars at the last moment,

The form of order for leave to amend before trial which has
been consistently followed is that which was made in Baird v.
Mould's Patent Earth Closct Co. set out in the report "of
Edison Telephone Co. v. India Rubber Co. (17 C. D. 137) ().

Where the application to amend is made at the trial such
leave will only be granted if the now evidence has only been
recently discovered, and could not with reasonable diligence
have been discovered before (). |

In British, United Shoe Machinery Co. v. Fussel (26 R. P, C,
631), the specification had been amended, and the judge at the
trial held that the original claims were not framed with reason-
able skill and knowledge. The defendant, in the Court of
Appeal, attempted to rely on this finding of fact as an additional
ground of invalidity, but the Court would not allow this course
a8 the objection had not been pleaded, and they saw no grounds
for going beyond the particulars of objections.

(i) See also Ehrlich v. Ihlee, 4  (j) Per North, J, in Moss v.
R.P.C. 115; Wilson v. Wilson, 16  Malings, 3 R. P. C. at p. 375.

R. P, C, 316.
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In Badische Anilin und Sode Fabrik v. La Société Chimuque
(14 R, P. C, at p. 88l), it became clear during the course of
the trial that the specification of the patent sued upon was
insutficient, and the defendants applied to Romer, J., who was
trying the case, for leave to amend the particulars by inserting
an objection on this ground. Leave was granted to amend, the
plaintiffs having a fortnight to elect whether they would
continue the action, the terms upon which such leave should
be granted being left for argument until the plaintiffs had
clected. On the hearing the plaintiffs elected to continue, and
the patent was declared invalid as a result of the new objection,
but all costs of and occasioned by the application to amend,
and all costs thrown away by reason of the amendment being
made so late, were given to the plaintiff (%).

In Allen v. Horéon (10 R. P. C. 412), the defendant obtained
leave to put a prior specification which had not been pleaded to
the plaintiff’s witnesses and the patent was held invalid on
account of prior publication by that specification<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>