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necessity leave wide spaces, and who himself paid the nailer,
was held to have infringed the patent, though he alleged that
his business was that of a card-maker only, and did not include
the nailer’s work. In giving judgment Fry, J., said: “I have
come to the conclusion that the nailer must be deemed to have
been the agent, for the purpose of nailing on, of the defendant
. . . there is a contract to clothe in the manner preseribed by
the particulars given to the defendant, and that contract was
carried into effect by a person paid by the defendant—the
defendant himself receiving the total amount for which he con-
tracted. The consequence is that in my judgment all the
defences fail.”

But actions against mere workmen who innocently help in an

infringement, and are not the really guilty persons, will not be
encouraged (u).
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Express instructions given by the patentee or on his behalf Express in-

will negative infringement, if the instructions are specific
directions to do that which is claimed in the specification, such
dircctions amounting in effect to a licence.

In Kelly v. Batchelor (10 R. P. C. 289) the plaintifl’s
patent was for a telescopic ladder, being two ladders joincd
together, the inner being raised or lowered by means of an
endless cord. The plaintiff, for the purpose of adducing
evidence of infringement, instructed an agent to order from the
defendani an adjustable ladder with an endless cord. The
defendant made a ladder to this order, but without a cord.
The agent of the plaintifl said that it would not do, but must
have a cord with pulleys, whereupon the defendant added the
cord as instructed. In the action for infringement brought
against the defendant, North, J., held that the defendant acted
upon the express instructions of the plaintift’s agent, who had
power and authority to give such instructions, and, consequently,
that making this ladder did not amount to an infringement of
the plaintiff’s patent (v).

In The Dunlop Pncumatic Tyre Co. v. Neal (16 R. P. C.
247), the agent of the plaintiffs was sent to the defendant to

() See Savage v. Drindle, 13 (v) Sce also Ilenser v. Ilardie, 11
R. P. C. at p. 267. R. P. C. 421.

gtructions as
of patenteo.
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ask him to repair an old tyre, the subject of tho plaintiffs’
patent, with a view to ascertaining whether the defendant was
infringing tho patent by purporting merely to repair tyres.
The agent gave no express instructions as to what was to be
done to the worn tyres beyond saying that they were to be
repaired, It was held that what was done by the defendant
amounted to infringement, and that in such a case he could
not shelter himself behind the instructions of the plaintiffs
agent,

Whoere the patent is for a combination there is no infringe-

ments of com- Mt 1In making or selling tho separate elements of the

bination.

Aiding and
abotting
inTringement.

combination, even though the manufacturer or vendor knows
perfectly well that the separate elements are destined cventually
to be combined so as to constitute an infringement.

In The Dunlop Pneumatic Tyre Co. v. Moscley (1 Ch. 177;
21 R, P. C, 274) the patent was for a pneumatic tyre cover,
held on to the rim of the wheel by wires passed through cir-
cumferential pockets in the edges of the cover. The defendants
made and sold covers only, fitted with pockets, but without
wires, and advertised them as “ready for wires,” There was
no other evidence to connect the defendants with the persons
who purchased the covers and fitted the wires. It was held,
following Townsend v. Haworth (L. R. 12 Ch. D. 831, n.), and
after an olaborate review of the authorities, that this did not
constitute infringement.

But where the circumstances were such as to indicate very
clearly that the person seclling an element which did not
infringe was practically in partnership with another person
who completed the infringement, and the real object of his
business was to aid in the infringement, an injunction was
crarted (). And making and selling ull the constitucut parts
of @ machine so that they could easily be put together would
probably amount to evideuce of infringeraent (z). |

In Innes v. Short (L6 IR, P. C. 450) the piaintif’s patent was

(w) The Incandescent Gas Light L. R, 25 Ch, D. at p. 782; Dunlop
Co.v. New Incandescent Mantle Co.,, DPneumatic Lyre Co. v. Moscly, 21
15 R, P. C, 81. i3, POl at pe 280,

() United Telephone Co. v. Dale,
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for the use of powdered zinc in boilers to prevent incrustation.
The defendant sold bags of powdered zinc with diroctions for
the use of the powder in boilers. Bigham, J,, granted an
injunction to restrain the sale i this manner, and said: “There
is no reason whatever why Mr, Short should not sell powdered
zinc, and he will not be in the wrong, though he may know or
expect that the people who buy it from him are going to use it
in such a way as will amount to an infringement of Mr, Innes’
patent rights. But he must not ask the people to use it in that
way in order to induce them to buy his powdered zinc from
him.” It is submitted that this decision was erroneous, There
cannot bo a claim for “an old substance for a new purpose,”
for a purpose is not a manufacture—properly drafted the claim
should be for the “ new use of an old substance ”—and this is
not infringed unless tho old substance is actually put to that
new use(y). Moreover, there is no such tort as “aiding and

abetting ”’ infringement (z).
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The points above considered are of material importance Infringement

when it 1s alleged that the patent has been infringed by wha
amounts to the manufacture of a now article under the guise of
repairing an old article which has been made under the patent.
The tests by which such cases may be decided were enunciated
by Keckewich, J., in Zhe Dunlop Pnewmatic Lyre Co. v. The
Holborn Tyre Co. (18 R. P. C. 226): “There are two tests
which might equally well be applied to this question on the
ovidence, The first test would be this: In the alleged repair,
has the workman so employed the patent as that in doing it
he has taken an essential part of the patent and infringed
it? . . . But there is another test which, but for the existence
of the patent, ono would employ, and which I think is the real
~and most satisfactory test to employ now, and that is this: Is

1t substantially, in common parlance, honestly, a new article, or

18 it an old articlo repaired 2 ” (a).

(¥) Sco Parker, J., in Adhesive Anilin und Soda Fabrils v. Johuson
~Dry Mounting Co. v. Trapp, 27 & Co, 14 R. P. C. at p. 413; and
R. P, C, at p. 403, disapproviog Fry, d., in Sykes v. Howarth, L, R,
Innes v, Short. 12 Ch. D. at p. 833.

(2) Sce Lindley, L., in Budische («¢) Sec also Dunlop Pneumalic

¢ by repairing,
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In The United Telephone Co. v. Nelson (1887, W. N, 192)
it was held that the restoration of a broken instrument which
had originally been licensed under the patent was an infringe-
ment. But the case is not fully reported. It appears to bea .
question of fact whether an instrument is broken to such an
extent as to destroy its identity so as to enable the patentec to
say that the repair by its owner amounts in fact to the manu-
facture of a new article. In Z%e Sirdar Rubber Co., Lid. v.
Wallington, Weston & Co. (24 R, P. C. at p. 543) Lord Halsbury
said : “The principle i1s quite clear, although its application
is sometiines difficult; you may prolong the life of a licensed
article but you m+st noi make a new one under cover of repair.”

Bxperimeits,  +itu working wid T:aking must be by way of using the
invention, as distinguished from experimenting with it, so as to
operate as an infringement. In Jones v. Pearce (1 W, P. G,
at p. 125) Patteson, J., said: “Now, if he did actually make
these wheels, his making them would be a sufficient infringe-
ment of the patent, unless he merely made them for his own
amusement or as a model.” In Frearson v, Loe (9 C. D. at p.
66) Jessel, M.R., adverting to this branch of the subject, said:
“The other point raiscd was 2 curious one, and by no means
free from difficulty, an:! what occurred with regard to that was
this : That the defendant at various times made screw blanks,
as he said, not in all more than 2 1bs., by various contrivances,
by which no doubt serew blanks were made according to the
plaintiff’s patent of 1870, as well as that of 1875; they scem
to have been an infringement of both. He said he did this
meroly by way of exporiment; and no doubt if a man makes
things merely by way of honé fide experiment, and not with the
intention of selling and making use of the thing so made for
the purpose of which a patent has been granted, but with a
view of improving upon the invention, the subject of the
patent, or with a view of seeing whether an improvement can
be made or not, that is not an invasion of the exclusive rights
eranted by the patent. Patent rights were never granted to

Tyre Co,, Ltd. v. Neal, 16 R. . C.  Ltd. v. Eaxcelsior Tyre Co.,, 18
247 ; Dunlop Pneumatic Lyre Co, R.P. C. 200. |
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prevent persons of ingenuity exercising their talents in a fair
way. But if there be neither using nor vending of the in-
vention for profit, the mere making for the purpose of experiment
and not for a fraudulent purpose ought not to be considered
within the meaning of the prohibition, and if it were, it is
certainly not the subject for an injunction ” (3).

To purchase and use infringing articles for the purpose of :J;E:?;;l;m
instructing pupils and to enable them to pull them to pieces
and put them together again is not mere experimental user,
and amounts to infringement (c).

The arant confers the sole right to “make, use, exercise,
and vend ” the invention, and by the words of tho prohibition
the subject is commanded to refrain from * making use of or
putting into practico” the said invention, There are a number
of cases which have been decided upon the meaning of these
words, and they are principally concerned with instances
where the defendant has certainly derived advantage from the
invention, and yet it would be difficult to say that he had been
guilty of making or vending.

In the case of a patent for a process the sale, in this country, 8alo of article

. . . po made by

of goods manufactured by that process i1s an infringement of patented
the process, even though the manufacture took place abroad.® °*®™"
In Wright v, Hitcheock (L. R. 5 Ex. at p. 47) Kelly, C.B,, said :
“If the law were otherwise, then when a man has patonted an
invention, another might, by merely crossing the Channel, and
manufacturing abroad and selling in London for far less than
the original price, but also at a trifle less than the price charged
by the patentee, articles made by the patented process, wholly
deprive the patentee of the benefit of his invention, It is
therefore impossible to suppose-that an oxelusive right to vend
is not given, and the defendants have therefore infringed the
plaintiff’s right, and it is immaterial whether it was or was

not known to them that Orr’s machine was identical with the
plaintiff’s ” (d).

(b) See also Muntz v. Foster, 2 (c) United Telephone Co. .
W. P C. at p. 101; Proctor v. Sharples, L., R. 20 Ch., D. 164; 2
Bayley, 6 R. P.C. 106; Pessers and B P. G, 28.

Others, Itd, v. Newell, 31 R, P.C.510. 26y See also Elmslie v. Boursier,
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Wheroe the defendant has used and sold articles alleged to
have been made by the patented process, the onus of proving
that they were in fact made by that process is on the plaintiff;
but where such articles were made abroad, and the plaintiffs,
in consequence, could not be afforded full opportunity of
inspeeting the machinery by which they were made, it has been
held that it lies with the defendants to rebut a primd facic
casec made out by the plaintiffs (¢).

In the various Saccharin Cases (¢), the plaintiffs were the
owners of patents which covered all known processes of making
saccharin, They wero able to produce cvidence to the effect
that although it was conceivable that saccharin might be made
in some other way, no other processes were then known to the
scientific world. The dofoendants, who imported saccharin,
could never give any satisfactory account of the way in which
the imported substance was actually made. It was held that
infringement had been made out.

The onus of proof in cases of this character is now shifted
on to the shoulders of the defendant by scet. 11 of tho Act of
1919, which at the end of the new seet. 38A introduced into the
principal Act provides as follows: “ Provided that, in an action
Jor infringement of a patent where the invention relates to the
production of @ new substance, awny substance of the same
chemical composilion and constibwlion shall in the absence of mroof
to the contrary be deemed to have been produced by the palentcd
process,”  The process for the production of tho new substance
may be chemical or mechanical, and the test of the applicability
of the section is whether the substance produced has or has not
new characteristics. A new substance may be identical in
chemical composition with an old substance but may differ
from it in physical constitution.

In The Cartsburn Sugar Refining Co. v. Sharp (1 R.P. C.
181) the alleged infringement consisted in the sale in England

L. R 9 Bq. 217; Von IHeyden v.  Corporation v. Jackson, 20 I, 1. C.
Neustadt, 14 ., D, 230; Neison v. 611 ; Saccharin Corporution v. Muck,
Detts, L. R. & 1. L. at p. 11, 23 R. P. C, 611; Saccharin Cor-

(e) Sacchurin Corporalionv. Daw-  poration v. National Saccharin Co,,
son, 19 R, . O, 169; Succharin 26 IR, . C. G541,
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of cube sugar manufactured in America by a machine made
in accordance with the specification of the plaintifi’s patent.
Lord Kinnear, in his judgment, said (at p. 186): “ No witness
has been examined of sufficient skill as a mechanic to give a
detailed description of the machine in question, .All that is
proved is that it does not correspond in all respects, though in
some respeets it does correspond, to the description in Hersey's
patent. It is said that as the manufacture complained of had
faken place in America 1t was incumbent on the respondents,
upon the principle which received effect, in the case of Newlson v.
Delts (supra), to prove by negative evidence that it was not
manufactured according to the specified process. I think no
such onus lies upon the respondents in the present case,
because there can be no quesfion on the evidence that such
articles as were sold by the respondents may have been produced
by machinery which involved no infringement of the complainer’s
patent, That being so, it lay upon the complainers to prove
thelr case, and as they took a commission to America for the
purpose of proving it, there could have been no difficulty in
their obtaining a sufficient description of the machine to which
it is alleged they have traced the cubes of sugar sold by the
respondents to cnable them to cstablish the infringement, if
infringement there was.”

In Gibson and Campbell v. Brand (4 M. & G. 196 ; 1'W. P. C.
(31) it was held that an order given by the defendant for the
making of silk by a process which infringed the plaintiff’s
patent, which order was executed in England, was sufficient to
satisfy the allegation that the defendant made, used, and put
In practice the plaintiff’s invention, though the silk was in fact
made through the agency of others. Sir N. C, Tindal, C.J.,
said : “This is quite sufficient to satisfy an allegation that he
made those articles, for he that causes or procures to be made,
may well be said to have made them himself.”
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The delivery, however, must take placo in this country to Contracts for

constitute an infringement. In Zh¢ Badische Anilin und Soda duﬂ}f:;ygiﬂm_
Fabril: v. The Basle Chemical Works (1898, A. C. 200; 14 domand

R P. C. 919), a trader in England ordered goods from the
defendant in Switzerland to be sent by post to England. The

L.P. 10

abroad.
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defendant addressed the goods to the trader in England, and
delivered them fo the Swiss Post Office, by whom they were
forwarded to England. The goods were manufactured

_according to an invention protected by the plaintiffs’ patent.

It was held by the House of Lords that, since the contract of
sale was completed by the delivery to the Post Office in
Switzerland, and since the Post Officc was the agent of the
buyer and uot of the vendor, the vendor had not made, used,
exercised, or vended the invention within the ambit of the
patont, and that the patentee had no right of action against the
vondor for an infringement of the patent.

In The Saccharin Corporation v. Icitmeyer £ Co. (1900,
2 Ch. 659; 17 R. P. C. 606) the facts were as follows: The
defendant, while in England, confracted with persons in
England for the delivery to them at a foreign yort of goods
manufactured on the Continent by a process similar to that
protected by the plaintiff’s English patent. Cozens-Hardy, J.,
sald : “ Now it is plain that a patent is of local force . ..
it is admitted that the defendant has not ‘made’ or ‘used,
and I think it is clear that he has not ¢ vended’ within the
jurisdiction (see Badische Awilin Co. v. Dasle Chemical Works,
supra). It is said, however, that he has ‘excrcised’ the
invention within the jurisdiction. It is remarkable that this
word, which has heen found in letters patent at least since
1621, so far as I am aware, has never been construed. 1
think, however, that it can only mean °put in practice.” 1
do not think it can be taken fo cover a transaction such as
I have to deal with., The defendant, as a commission agent,
contracted for delivery to the purchasers at a German port.
Ho had no interest whatever in the case when delivered at the
foreign port to the purchasers. He had no right to control
ite destination. I assume that he knew or suspected that the
arcater part of the stuff would find its way into this country,
but I cannot regard that as material.”

The House of Lords in T%he Badische Anilin und Sode Fabrf
v. Hickson (1906, A. C. 419; 23 R. P. C. 433) approved of this
decision. Counsel for the plaintiff in this case relied on the
ergument that inasmuch as the vendor had not sct aside the
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aoods in the foreign country, the property in them had passed,
ond there was a completed sale. Lord Loreburn said that
although there was appropriation to the purchaser and a
completed sale, the operation of completing the sale had not
taken place in this country, and consequently there had been
no imfringement ; he stated further that he agreed with Lord
Davey, who said “the exclusive right of vending the in-
vention ’ must be construed consistently with the language of the
Statute of Monopolies, and with regard to the general purpose of
the patent to give the inventor the full benefit of his invention
in this country. ... A contract to deliver the goods abroad
does not in any way interfere with the patentee’s rights
to work and ufilise his invention in this counfry. . . .
Nor 1s 1t material to consider whether or when the property
in the goods passed to the purchascr. It is lawful to be the
owner of the goods if made and situate abroad, and neither
the vendor nor the purchaser in my opinion thereby infringes
the patent. The goods may or may not be afterwards brought
into this country, and a different question will then arise, but
that is no concern of the vendor after he has parted with thein.
I am of opinion that ¢ vending the invention’ in the common
form of patent is confined to selling goods made or brought into
this country, and that the respondent in this case has not,
dircctly or indireetly, made, used, or put in practice the
appellant’s invention within the meaning of the prohibition
contalned in the patent.” Lord Atkinson’s judgment is to the
same effect. To export under a contract of sale, whether such
contract was made here or abroad, is an infringoment, In Z%e
British Motor Syndicate v. Taylor (17 R. . C. 189, 723)
the defendants bought in England twenty-seven infringing
articles ; they sold seven of them and used another in England.

As regards the remaining nineteen, they sent them abroad to ﬂgndit&g
a0roaau.

their French house in Paris, where they sold them to various
foreign firms, The question was whether there had been an
infringement in respect of these ninetcen, Stirling, J., decided
that this was “ making use of” the invention, and that fhe
words “make use of ” have « wider significance than the words
“putin practice” The learned judge said: “In the present

147
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case the patented articles, when being transported from place
to place in this country, were not serving the purpose for which
they were patented, and in my opinion the defendants did
not, during that transporting, exercise or put in practice the
patented invention. What the defendants did was to carry
these articles out of the kingdom with a view to selling
them ; that 1s, with the object of turning them to profitable
account ” (1),

Mere purchase, possession, or transport does not amount to
infringement, unless it involves a user of the invention,
although it may justify an injunction on the ground that it is
strong evidence of a threat to use (¢).

In the case of Neilson v. Detts (L. R. 5 H. %L. 1), in
the Iouso of Lords, the facts were as follows: DBetts, the
plaintiff in the suit, was the patentee of an invention for the
manufacture of capsules for the purpose of covering bottles of
liquid (wine, beer, or otherwise), and protecting them from the
action of the atmosphere, Befts’ patent did not extend to
Scotland. Neilson and his co-appellants, defendants in the
suit, were persons who bottled beer in Glasgow for the Indian
market. They bottled the beer and covered it with capsules,
which wore made In Germany in pursuance of Betts’ specifi-
cation, The beer was shipped by the appellants in vessels
which called at Liverpool to complete their cargoes; on some
occasions the beer was transhipped in England, but no cases
of beer were opened, nor was any of the beer sold in this
country. Held, by the House of Lords, that, inasmuch as the
object of Detts’ invention was to make a capsule that would
preserve the beer, whilst the beer was in England it was being
preserved by the use of Defts’ invention, and consequently that
there was an infringement of the patent. Lord Chelmsford,
in giving judgment in the Court below, said (L. RR. 3 Ch. at

(/) Sce also United Telephone Co.  Telephone Co., L. R. 26 C. D. 760;
v. Sharples, L. R, 20 C, D. 16435 2  Drilish BMolor Syndicate v. John
R. P, Q. 28. Tuylor and Sons, 1 Ch, 1223 17

(9) Adair v. Young,12 C.D. 18; R. . C. 7233 Dritish United Shoc
Pessers and Others v. Newell & Co., Machinery Co. v. Simon Collier,
31 R. 1. C. 510 (disapproving Unifed  Lid., 26 R, P. C, at pp. 41, 538, and
Telephone Co, v. London and Qlele 27 R. P. (. 507.
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p. 439) : “ It 18 the employment of the machine or article for the
purpose for which it was designed which constitutes ifs active
use, and whether the capsules were intended for ornament, or
for protection of the contents of the bottles upon which they
were placed, the whole time they were in England they may be
corrcctly said to be in active use for the very objcets for which
they were placed upon the bottles by the vendors. If the beer,
after being purchased in Glasgow, had been sent to England,
and had been afterwards sold here, there can be no doubt, I
supposo, that this would have been an infringement, because it
would have beon a profitable user of the invention, and I cannot;
see how it can cease to be a user because Xngland is not the
final destination of the beer” (%). |

Possession accompanied by exposure for saleis an infringement, Exposure for
as it is a user for ono of the purposesfor which it was intended ™
that the patentee alonc should use i1t during the fourtecn
years (2), |

In the case of Adair v. Young (12 C. D. 13), certain pumps,
which were an infringement of the plaintiff’s patent, were
fitted on board a British ship. There was no evidence of their
having been used. Held, by the Cowrt of Appeal, that thero
had been no iufringement, but as there was evidence of an
intention to use the pumps, an injunction would be granted
against tho use of the pumps,

By sect. 48 of the Act of 1907, corresponding to scct. 43 of
the Act of 1883,

(1) “ 4 patent shall not prevent the usc of an invention jfor
the purposes of the navigation of a forcign vessel within the juris-
diction of any of Iis Majesty’s Courts in the United Kingdom, or
Isle of Man, or the usc of an invention in a foreign vessel within
that jurisdiction, provided it s not used thercin for or tn connce-
tion with the manufacture or preparation of anything iniended lo
be sold tn or exported from the United Kingdom or Islc of Man.

(h) Sce also Nobel’s Explosives Co.  Co. v. British and Colonial Motor
v. Jones, Scott & Co., 17 C. D. 721: Car Co.,, 18 R. . C, 313,
The Universities of Ogxford and (?) Alverstone, L.C.J., in Dritish
Cambridge v, Richardson, 6 Ves, Motor Syndicate, Ltd. v.Joln Taylor

6895 The Dunlop Pneumatic Tyre and Sons, Ltd, 17 R. P, C. 8/, p, 729,
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(2) “ This scction shall not extend lo wvessels of amy foreign
state of which the laws do not confer corresponding rights wilh
respect to the use of inventions in British vesscls while in the ports
of that stale, or in the walers within the jurisdiction of its
courts.”

A patont is not infringed by the use of the invontion on
board an English vessel abroad ( 7).

In the case of Nobel's Taplosives Co. v. Jones and Secolt (L. R,
17 C. D. 721) the Court of Appeal reversed the decision of Vice-
Chancellor Bacon, on the grounds that tho defendants had not
infringed the plaintiffs’ patent, they having merely acted as
Custom IHouse agents for the transhipment of the dynamite, and
their functions being confined to obtaining papers necessary
for such transhipment, and that they never haa any ownership

in or exercised any control over the dynamite.

An action may properly be brought’ against innocent carriers
of infringing articles for an injunction to restrain them from
decaling with or disposing of such articles in any way (%).

Lending is not selling and is not an infringement (?).

A patentee by himself or by his agent selling the patented
article without limitation sells with it tho right of free disposition
as to that article, and if he sells tho article abroad, the pur-
chaser may import and sell it in England. Lord Hatherley,
in Betts v. Willmott (L. R. 6 Ch. at p. 245), said: “ Unless
it can be shown, not that there is some clear injunction to his
agents, but that there is some clecar communication to the
party to whom the article is sold, I apprehend that inasmuch
as he has the right of vending the goods in France, or Belgiwn,
or England, or in any other quarter of the globe, he transfers
with the goods necessarily the licence to use them wherever
the purchaser pleases. When a man has purchased an article
ho expects to have the control of it,” and there must be some
clear. and explicit agreement to the contrary to justify the
vendor in saying that he has mnot given the purchaser his

(/) Newall v. Elliot, 10 Jur. N.8, Co,, 6 R. P, C. at p. 403; see also
964, Upmann v. Elkan, L. R, 7 Ch. 130.

(%) Washburn and Moen Manu- (!) United Telephone Co. v. Henry,
Sacluring Co. v, Cunard Steamshsp 2 R, P, C, 11; Griff. P. C. 228,
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liconse to soll tho article, or to use it wherever he pleases as
ayainst himsclf.”
Whero tho defendants, being owners of patents in Belgium
and England for an invention for making glass lamp globes, by
a deed exocutod in Belgium, granted a licence to the plaintiffs
to manufacture under their invention in Belgium but not else-
where, and the plaintiffs under this liconce manufactured
articles in Belgium and sold them in England, it was held by
the Court of Appeal, affirming Pearson, J., that the grant of
the licence to use the patent in Belgium did not imply per-
mission to sell the manufactured article in England in violation
of the defendants’ English patent (m).
Conversely, if the patentce had assigned his patent rights
in England, ho could not manufacture in France and sell in
England, and the sale of an article in France would carry with
it no implied right to import into or sell in England. But if
the rights under the patent are vested in one and the same
person for both France and England, or if there are no
monopoly rights in France, but only in England, the patentec
could not make and sell in France and restrain the purchaser
from seclling or using the article in England, unless, indecd,
there was a special agreement for that purpose; and then such
agreement could not be held to attach to the article so as
to prevent any person in whose hands it might come from
importing it (). .
The question of infringement by tho breach of a limited ngd
licence will be dealt with in Chap. XI. '
In Monforts v. Marsden (12 R. P. C, 266) it was decided No warranty

. ey » der sale of
that the sale of an article does not imply any warranty within uenooda SAG?.O

sceh, 12 of the Sale of Goods Act, 1893, that the article sold
is not an infringement of an existing patent, and in that case
it was not contended that there was any implied warranty
apart from the section.

It will be remembered that prior to the Act of 1883 letters
patent did not operate as against the Crown; questions

(m) Société Anonyme des Manu- Ch. D, 1.

Jactures de Glaces v. Tilghman’s (n) Betts v. Willmott, L. R. 6 Ch.
Patent Sand Blast Co., L. R. 26 239,

ﬁ
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sometimes arose as to whether persons acting in the service
of the Crown might manufacture a patented article or use a
patented process.

When the persons using the invention were servants of the
Crown, and acting in pursuance of their duty as servants, they
were protected ; but if they were contractors contracting with
the Crown, they were not protected, but stood in exactly the
same position as other subjects (o).

Sect. 27 of the Act of 1883 (re-enacted as sect. 29 of the
Act of 1907 and amended by the Act of 1919) provided that a
patent should bind the Crown, but that the Crown might use
tho invention “by agents or contractors” on torms to be before
or after the use agreed upon (see Chap. XVIL).

(o) Dizon v. The London Small decision of thoe Court of Appeal,
Arms Co., L. R, 10 Q. B. 130, and L. R.1Q. B.D.384; also Zeatker v.
L. B. 1 App. Cas, 632, roversing I, 6 B, & 8. 257.



CHAPTER VIII.

APPLICATION FOR LETTERS PATENT AND RESTORATION.

By sect. 1, sub-sect. 2, of the Act of 1907 “ The applivation
must be made in the preseribed form, and must be left al, or sent
by post to the Patent Office in the prescribed manner.”

The practice is regulated by tho Patents Rules, 1919, which
came into force on April 1st,1920. The Patent Office publishes
a very complete and practical set of “Instructions to Appli-
cants for Patents,”

The rules provide forms applicable to all ecircumstances,
Form 1 is for tho use of an “inventor” in the ordinary sense
of the word or for joint applicants, one of whom must be the
inventor. It would also appear (see p. 16, ante) that when an
invention is partly original and partly communicated from
abroad Form 1 may be used, and in any case the patent will
not be invalid if this course is taken, as the applicant in such
circumstances is the * true and first inventor ” in law. In the
case of a corporation alone, however, Form 1 will not be accopt-

able for the reason that a corporation cannot be said to invent -

in the ordinary sense ().

In the case of an application in respect of o “ communication
from abroad,” the applicant must be resident in the United
Kingdom (3), and a corporation may apply in this way.

Under sect. 91, which gives effect to the International and
Colonial arrangements, a person, or the legal representative or
assignee of a person who has made application for protection in
a country or British possession which is a party to the Inter-
national Convention msay apply for a patent in this country
and have his patont dated as of the date of his first foreign or
Colonial application provided that (A) the application is made

(a) Carez’s Application,6 R.P.C. du Temple, 13 R. P, C, 64,
0623 Société Anonyme du Générateur (5) Seo p. 17, ante,
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within twelve months of the application for protection in the
forcign state, and (B) that the applicant shall not be entitled to
recover damages in respect of infringements committed prior
to the date when his specification filed on his application in
this country is aeccpted by the Comptroller. Form 1p is used
by such an applicant, but if the applicant is the legal ropre-
sentative or assignee of the person who first made application
in the foreign state (¢) he will use Form 1p% The Comptrolier
has the right to inquire of an applicant under this scetion who
applies on Form 18 whether he has assigned his rights so that
the rights of assignees may be protected (d). Corporations may
also apply under this section,

The oleetion to take the benefit of this procedure must be
taken Dbefore tho expiry of the twelve months from tho date of
the first foreign application (¢), and the Comptroller may not
cive any other date than that of the first forcign application (f).
Where the application was based on a foreign application which
had succeeded after several abortive applications in the foreign
country, the Dritish application was given the dato of the
successful foreizn application (9). The practico is regulated
by rules 15-18, which preseribe the documents to be left with
such applications. If the specification filed on an application
undor sect. 91 is not accepted within twelve months from the
dato of the forecign application it becomes open for public
inspection (). The subject-matter of the application rust be
linited to what is protected by the foreign application, and in
cases of doubt as to the effect of the foreign patent law the
applicant must supply some prmd jfacic evidence as to the
extent of the protection acquired in the foreign state (27
R. . C.,, Ruling B).

Applications for patents of addition are made according to-

circumstances on Forms 1¢, 1¢%, 1¢*%, or 1¢**,

(¢c) See amendment in sect. 91, (f) Scott’s Application, 27 R, I. G,

cffected by the Act of 1914, 298.
(@) Eisler’s Application, 3¢ R.P.C, (9) Van der Poele’s Patent, T
69 R. P, C. 69, \

(e) Acei:ene Hlluminating Co. v, (&) Sect. 91, sub-sect. 3 (a).
Unsted Alkal’ Co,, 20R. P. C. 161.
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Applications for secret patonts under sect. 30 (¢) aro made on
Form 1p.

The applicant must himself sign the application, and certain
other specificd formal documents, but for many matters he may
employ an agent, Such agent need not be a “patent agent,”
but he must bo an agent duly authorised to the satisfaction of
the Comptroller(s), and must bo resident or have a place of
business in the United Kingdom (%).

The Comptroller refuses to be satisfied with the authorisation
of irresponsible foreignors, who, although resident in this
country, arc the nominees of foreign patent agents.

In the casc of an application by two or more persons, tho
application must be signed by all those persons.

The case of a dispute between joint applicants in the courso
of proceedings is provided for by the proviso to scct. 12 (1) of
the Act of 1907 which was added by the Act of 1919, It runs
ag follows :—

“. . Where—

- (a) An applicant Las agreed in wriling to assign a patent |

" when granted to another party or a joint applicant and
refuses to proceed with the application ; on
(b) disputes arise between joint applicants as to procceding
with an application ; |
the comptroller on proof of such agrcement lo his satisfaction, or
if satisfied that one or more of such joint applicants ought o be
allowed fo procced alone, may allow such other party or joint
applicant to proceed with the application and may grant ¢ patent
lo him, so however that ail parties interested shall be entitled to be
heard before the comptroller, and an appeal shall be from the
deciston of the comptroller under this proviso to the law
officer,”

The words “writing to assign a patent when granted” means
only an agreement having reference to a specific application
already made at the date of the agreement and signed by the
applicant as true and first inventor., This provision remedies a

(¢) See p. 1G9, post. R. P. C. 164.
(7) See Grakam v. Fanta, 9 (%) See Rule 9.
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difficulty which had existed under the old law, and rendera
proceedings in the Courts unnecessary (J).

If & person possessed of an invention dies without having
made an application for a patent, application may be made by,
and a patent for the invention granted to, his legal ropresentative,
and such an application must contain a declaration by the legal
representative that he believes the deceased to have becn the
true and first inventor (m).

A document may be sent to the Patent Office by post (»),
and by sect, 26 of the Interpretation Act, 1889, is deemed to
hove been left at the time when the lettor containing the same
would be delivered in the ordinary course of post, and it is
sufficient to prove that the letter was properly addressed and
posted. Nevertheless, Sir S. Evans, S.-G., in Mathews and
Strange's Application (27 R. P. C. 288), decided that if an
application were delivered by post at the Patent Office after
office hours the patent must be dated as of the following day.

(Under rule 12 applications are opened and numbered in the

order in which the letters containiug the same are delivered in
the ordinary course of post.) The Solicitors-General’s attention
doos not seem (from the report) to have been directed to the
effect of the Interprotation Act.

Sect, 1, sub-sect. 3, enacts: “ The application must con-
tawn a declaration to the effect that the applicant is in possession
of an invention, whercof he, or in the case of a joini applica-
fion, one at least of the applicants, claims fo be the irue and
first tnventor, and for which he desires to oblain a patent, and
must be accompanied by cither a provisional or compleie
specification, |

(4) “ The declaration may be cither a statutory declaration or
not, as may be prescribed.”

The prescribed form of declaration is incorporated in the
form of application in each case, and is not a statutory declars-
tion. Where the inventor is incapable, by reason of infancy,
lunacy, or other inability, of making any declaration or doing
anything reguhed or permitted by the Act, such declarations

(D) See, e.g., 4. and DB.)s Applica- (m) Sect. 43.
tion, 28 R. P. C. 4564, (n) Sect. 81.
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may be made and such things may be done on his behalf by the
guardian or committee of such incapable person, or by any
person appointed by the Court (o).

Stetutory declarations made in conformity with this Act are
oxempt from the stamp duty of two shillings and sixpence
charged on a statutory declaration made under the Statutory
Declarations Act, 1835, by the Revenue Act, 1884 ( p).

By sect. 3, sub-sect. 1, «“ The Comptroller-General of Patents, Reterence to
Designs and Trade Marks (hercinafter referred to as the Comp- examiner.
troller) shall refer every application to an examiner.”

Tho duty of the examiner is to ascertain that the application

and specification have been prepared in accordance with the
rules, and whether the invention is contrary to law or morality,
and whether it 1s & “ manufacture ” within the meaning of the:
Statute of Monopolies (). In the case of an application
under sect. 91 the greatest care will be exercised to see
that in preparing his specification, the applicant has not
gone farther than the subject-matter on. which his foreign
application was founded in view of the fact that his patent
wvhen granted will be dated as of the date of such foreign
application (7). -

The following points upon the preparation of the specification
require special notice :—

One invention only must be described. ~ Ono invention

Rule 13 commences thus: (1) When a specification com- 32;3;{,’33?
prises several distinct matters, they shall not be deemed to
constitute one invention by rcason only that thoy are all
applicable to or may form parts of an ecxisting machine,
apparatus or process.”

No general rule can be laid down as to what constitutes
“one invention,” and the Comptroller’s discretion will not be
interfered with unless he is clearly wrong (s). But it may be
stated generally that where the attainment of a new object is
described several methods of attaining that object may be

(o) Seet. 88, plication, 30 R, P. C. 319,
(p) 47 & 48 Vict. ¢, 62, 8. 9. (s8) * Z.)s” Application, 27 R. P. C.
(7) Sce ante, p. 31. 285.

() Sce Austin Molor Co's Ap-
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included in one specification. Sect., 384 (f) prohibits bare claims
for chemical substances and food products, but claims will be
admitted in a single specification for a method or process and
also for a machine for carrying out the process, and for the
product produced by the claimed method or process.

Rule 13 continues thus: “ Where a person making applica-
tion for a patent has included in his specification more than
one invention, the Comptroller may require or allow him to
asmend such application and specification and drawings, or any
of them so as to apply to one invention only, and the applicant
may make application for a separate patent for any invention
oxcluded by such amendment.

“ Bvery such last-mentioned applicgtion may, if the Comp-
troller at any timo so direct, bear the dafte of the original
application, or such date between the date of the original
application and the date of the application in question, as the
Comptroller may direct, and shall otherwise be proceeded with
a3 o substantive application in the manner prescribed by the
Act, and by these rules.

“ Where the Comptroller has required or allowed any appli-
cation, specifications or drawings to be amended as aforesaid,
such application shall, if the Comptroller at any time so direct,
bear such dato subsequent to the original dato of the application
and not later than the date when the amendment was made, as
the Comptroller shall consider reasonably neccessary to give
sufficient time for the subsequent procedure relating to such
application ” {u).

By seet. 16 of the Act of 1907, as amended by the Act of
1919, -the following provision was introduced into the practice
of the Office :— |

“ Where the same applicant has put in two or more provisional
specifications for inventions which arc cognate or modifications
onc of the other, and has obtained therehy concurrent provistonal
protection for the same, and the Compiroller is of opinion that
the whole of such inventions are such as to constitutc a single
snvention and may properly be included in one patent, he may

(¢) Introduced by sect. 11 of theo (1) Paragraph 2 of rule 13 will be
Act of 1910, See p. 30, ante. dealt with on p. 159,
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accept onc complete. specification in respect of the whole of suel
applications and grant a single patent thercon.

(2) “ Such patent shall bear the date of the earliest of such
upplications, but in considering the validity of the same (and for
the purpose of the provisions of this Act with respeet to opposi-
tions to the grant of patents), and in determining other questions
under this Act the Court or the Complroller, as the case may be,
shall have regard to the respective dates of the provistonal spccifi-
cations relating to the several maticrs clatmed therein,”

It must not be forgoticn that, if the applicant avails himself
of this arrangement, he runs the risk (subject to the effect of
sect. 32A) of the wiivie patent being declared invalid on account
of the want of novelty in a part of the complete specification
which is founded on one only of the pro visional specifications,

Paragraph 2 of rule 13, dealing with this practice, 18 as
follows: “ Where the same applicant has put in two or more
provisional specifications for inventions which he believes to bo
coenate or modifications one of the other, and the Comptroller
is of opinion that such inventions are not cognate or modifica-
tions ome of the other, the applicant may divide the complete
specification left in connection with his application into such
number of complete specifications as may be necessary to enable
the application to be proceeded with as two or more separate
applications for patents for different inventions.” |

The rule that a patent may only be granted for one inven-
tion is merely one of practice, and if a patent be actually granted
it cannot afterwards be impugned on the ground that it was
granted for more than one invention (sect. 14, sub-soct. 2).

The title of the invention must sufficiently indicato the
subject-matter of the invention (see p. 86, ante).

The Complete Specification.

By sect. 5 it is prescribed that a complete specification must Itl;idn;? for
lodging.

be filed within nine months of the date of the application, the
Comptroller on payment of the prescribed fec must grant an
extonsion of this time not exceeding one month, and if the

complete specification be not so filed the application is to bo
deemed abandoned,

109 -
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By sect. 6, unless the complete specification is accepted
within fifteon months from the date of application, the applica-
tion shall (except where an appeal has been lodged) become
void. The Compfroller must on payment of the prescribed
fee grant an extension of this period not exceeding three
months,

The months allowed by these sections are calendar months (v),
and are reckoned exclusive of the day of the application (i), and
in tho event of the last day falling on a Saturday or on a day
when the office is not open, the specification may be filed on the
day succeeding such excluded day or days (v).

By sect. 2, sub-sect. 5, in the case of a chemical invention,
the Comptroller, before accepting the complete specification,
has power to demand typical samples and specimens. The
procedure for lodging such samples is preseribed by rule 38.
The object of this enactment is to prevent the lodging of
applications for the mere purpose of blocking future industrial
development and to ensure that a person: who professes to
have solved a chemical problem has really done so. In 7. Y.
J. s Application (28 R. . C. 625) Sir J, Simon, S.-G., dealt with
the principle of this requirement, and said (at p. 627): “ An
inventor may have discovered a reaction which depends on the
cxistence of a certain feature in the structure of one of the
reacting bodies, that body may belong to a very laree class of
bodies, all of which are characterised by possessing this feature
though in other respects their constitution may be different.
In a true case of class reaction a chemist may, I presume, be
warranted in believing that all the members of the class will
alike give the same reaction, and if he is the first to have
discovered it, he is certainly entitled to claim its application
not only to one member of that class but to the whole. Bub
although this may be conceded as a principle, it is clear thab
care must be exercised in permitting so wide a monopoly. . . .
Possibly the inventor has erroneously supposed his discovery
to be a class reaction, whereas it is an individual peculiarity of

(v) 13 & 14 Viet, ¢. 21, 8. 4. 28 Beav. 93 ; 5 Jur, N. 8. 6906.
(w) Russell v. Ledsom, 14 M. & (x) Sect. 82 and rule 113.
W. 574, 682; Williams v. Nash,
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the partioular substance with which he has experimented. . . .
No doubt the Comptroller cannot in all cases secure the due
limitation of clairas, but the legislature has conferred upon
him a discretion in proper cases to challenge the reality of a
chemical invention by requiring typical samples and specimens
as a condition of the acceptance of the complete specification.
By choosing a few typical samples or specimens judiciously, an
expert may be able practically to ascertain whether the width
of the claim is justified. I should be very slow to interfere
with the responsible action of the office in a technical matter
of this kind unless the requisitions made were plainly un-
reasonable in extent, or were wrong in principle. . . . The
object of the provision in the Act is to protect the public from
the mischief of unwarrantably wide claims based on theoretic
reasoning when the actual reaction has not been sufficiently
tested . . . the Comptroller’s powers must be exercised with
caution in order not unduly to thwart the claims representing
the application of a scientific deduction to a wide field, and his
demands must be fo: samples that are typiesl, not for samples
that are exhaustive.” It is suggested that in an action for
infringement or a petition for revocation the Conrt might order
the production and analysis of samples so deposited if the
utility or sufficiency of the specification were in issue. The
samples have to be supplied in sealed bottles, and it is diflicult
to see under what rule the Patent Office officials can examine or
analyse the samples:to see if they are genuine,

The complete specification and the provisional must describe
substantially.the same invention, and the titles must correspond.

By sect. 3, sub-sects, 2, 3 and 4 : (2) «“ If the examaner reporis ggggrﬁlar
that the nature of the invention is not fairly described, or that the to retuge at
application, specification, or drawings have not been prepared this stage.
i the preseribed manner, or that the title docs not sufficiently
indicate the subject-matter of the tnvention, the Compirolier may
refuse to accept the application or require that the applicalion,
specification, or drawings be amended before he procecds with the
application ; and in_the latter case the application shall, if the
Comptroller so (Zi?'é'c}!s, bear date as froin the time when the
requirement s complied with,”

L.P. 11
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The claims must be succinet as well as separate and distinet
from the body of the specification. It must be remembered
that the object of the claim is to give a porfectly clear
statement of the invention claimed. Of late years a super-
stition has arisen that a patent is more valid and has a greater
hold over infringements if every possible permutation and
combination of the elements entering into the invention is
soparately claimed, and it has become a practice to file claims
which are copies of those used in American specifications,
American claims may be very useful in dealing with American
law, but in English law such prolixity does not help a Court
which, whether in considering subject-matter novelty or in-
fringement, invariably seeks to obtain an answer to the broad
question, “ What has this man invented 2 ”

The matter came before both law officers of the Crown on
the interpretation of rule 4 of the Patents Rules, 1905 (rule
14, 1920), in the case of Bancroft's Application (23 R. P. C.
89). Tho Attorney-General pointed out that certain kinds
of inventions might be such as to justify a large number
of claims., “ So long as the statement of each claim is in
itself clear and sucecinet, and so long as there is an absence of
repetition in the separate claims, we do not think that there is
necessarily any infringement of this rule, . . . Buf in the
present cage we think that the decision of the Chief Examiner
was right. . . . An attempt is made to deal with every possible
contingency. . . . I must say that I deprecate very much the
multiplication of claims by the system, which seems to have
prevailed in America, of attempting to deal with every possible
contingency. I do not think it results in clearness. I think
that the system of claims with which we are more familiar in
this country is really clearer in the result, and that those who
have American patents and who desire protection in this
country, in bringing forward their claims, must endeavour
to conform to the practice which has prevailed in this
country,”

The report of the examiner is not to bind the judgment of the
Comptroller, but merely to assist him in making his decision

Comptroller. a3 to whether the application and specifications fulfil the
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requirements of the Act(y). It is difficult to define exactly
what is the meaning of the words “ whether the nature of the
invention has been fairly described,” and there is no direct
decision on the point, but it is to be presumed that the duty of
the Comptroller and examiner does not extend to a minufo
criticism of specifications. It is clear, however, that the
invention must be sufficiently described to enable the inquiry
as to novelty to proceed. .As a matter of practice, the examiners
always require ambiguous descriptions to be made clear, and
this is distinctly advantageous to applicants.

(3) « Where the Comptroller refuses to accept an applicaiion or
requires an amendment, the applicant may appeal from les idceision
to the law officer, who shall, if required, hear the applicant and the
Comptroller, and may make an order determining whether and sub-
ject to what conditions (if any) the application shall be accepted.

(4) “ The Compiroller shall, when an application has been
accepted, yive notice thereof to the applicant.” |

The procedure on appeals to the law officer will be dealt in
the consideration of “ Oppositions.”

Dy sect. 6, sub-sects. 1, 2 and 3: (1) “ Where « completc
specification s left after a provisional specification, the Comptroller
shall refer both specifications to an cxamaner,

(2) “If the craminer reports that the complele speeification
has not been prepared in the preseribed manncer, the Comptroller
mey refuse to accept the complete specification wniil it has been
amended to his satisfaction.

163

(3) “If the examiner reports that the invention pariiculariy Asto discons

described in the complete specification s not substantially the
“same as that which i3 deseribed in the provisional specification
the Comptroller may—
(a) rcfuse to accept the complete specification uniil it has been
amended to his satisfaction ; or
() (with the consent of the applicant) cancel the provisional
specification and treat the epplication as having been
made on the date at which the complete specification
was left, and the application shall have cffect as if made
on that date :

(y) C.s Application, ? R, P. O, 250,

formity.
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“ Provided that where the complete specification includes an
wvention not tncluded in the provisional specification, the Comp-
troller may allow the original application to procced so far as
the envention included both in the provisional and in the complele
specification s concerned, and allow an application for the
additional invention included in the complete specification o be
made and ireated as an application for that invention made on

the date at which the complete specification was left.”

If the original application covers the main principle of the
invention, and the subsequent additional matter is in the nature
of improvement, it 1s better to take out a further patent or
patent of addition, and so secure the earlier date for the main
invention, than to use the procedure created by clause (b).

The Examination for Novelty.

The complete specification is next examined with referenco
to the novelty of the invention so far as British specifications
published within fifty years from the date of applicotion are
concerned. This is provided for by sect. 7 (see Appendix).
If anticipations are found the Comptroller may require the
specification to be amended to his satisfaction, “and (by sub-
scet. 4) unless the objection is removed by amending the specifica-
tion to the satisfaction of the Comptroller, determine whether @
reference to any, and if so what, prior specifications ought lo be
made in the specification by way of notice to the public.

“ Provided that the Complroller, if satisfied that the invention
clavmed has been wholly and specifically claimed in any specifica-
tion to which the investigation has extended, may, tn liew of
requiring references to be made in the applicant’'s specification as
aforesaid, refuse to grant a patent.”

It is to be noted that the investigation under this scetion
extends to prior claims and descriptions, but the proviso limits
the power of the Comptroller in refusing a grant to a case in
which prior claim is established. ,

The search extends to specifications open for public inspection
under sect. 91, sub-sect. 8 (a) which are held to be published
within the meaning of sect. 7 (2).

(z) Parsons and Stoney’s Application, 27 R, P, C. 491,
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An appeal to the law officer from any decision by the Comp-
troller under this section is given by sub-sect. 5.

Rule 32 is ag follows: “ When under sub-sect. 4 the Comp- The specific
troller determines that a reference to a prior specification FerFoRce:
ought to be made by way of notico to the publie, the form of
reference shall be as follows, and shall be inserted after the
claims :— Beference has been “dvrected in pursuance of sect. 7,
sub-scct, 4, of the Patents and Designs Acts, 1907 and 1919,
to specification INo. of . Where the reforence is
ingerbed as the result of a provisional report under rule 29,

& statoment to that effect shall bo added to the reference.”
It will be noticed that the prescribed form of reference is
very clear and explicit, and is intended to warn the public
that the invention has been actually claimed in & prior specifi-

- eation,

The applicant, if he has any invention at all, should usually
succeed in removing the objection by amendment of the
specification without the preseribed form of reference. Some-
timos & general reference to the state of the art will suffice;
sometimes a specific reference to a prior patent is acceptable in
another form. The nature of and circumstances in which
specific references are directed will bo discussed at length under
the law relating to Oppositions, |

Before the Act of 1907 the search on novelty only extended The addi-

. . . ¢ g tional search
to complete specifications filed pursuant to prior applications ypger sect, 8.
and published before the date of the application, By sect, 8 if
was extended further to the claims of specifications filed in
pursuance of prior applications and published after the applica-
tion under investigation., Now specifications until accepted
and thrown open to public inspection are secret documents, and
fhe Patent Office may not disclose their contents, so that such
specifications as are filed in pursuance of prior applications
mey only be shown to the applicant as they are accepted.
 The officials, however, who are acquainted with the prior
applications already, know where to find the specification when
filed, and after its acceptance they may bring it to the attention
of the applicant. Sect. 8 as, amended by the Act of 1919,1sas

follows : (1) “ In addition to the investigation under the last
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preceding section, the examiner shall make an investigation jfor
the purpose of ascertaining whether [the tnvention clarmed has
been, wholly or tn part clatmed in any specification published on
or after the date of the application and deposited pursuant lo «
prior application,

(2) « Where on such further mwcstzgm!wn ot appears that the
invention clatmed has been wholly or in part claimed tn any such
specification, the applicant shall, whether or not his specification
has been accepled or a patent granted to him, be afforded such
Jacilities as may be prescribed for amending his specification, and
en the cvent of hus fanling to do so the Comptroller shall, vn accord-
ance with such procedwre as may be preseribed, determine what
veference, tf angy, to other specifications ought to be made in his
specification by way of notice to the pudlic.

(3) “ For the purposes of this section an application shall be
deemed to be prior to another application of the patent applicd for
when granted would be of prior date to the patcnt granted pursuant
to that other application.”

Reference may therefore be directed to specifications actually
filed after that of the applicant but givon a prior date under
the International Convention (see 30 R. P. C,, Ruling A), The
procedure is regulated by rules 33—36, and in cases where a
specific reference is directed the form of such referenco is
prescribed and is similar to that used under sect. 7. DBut fhe
reference is made conditional upon a patent being granted on
the earlier application (27 R, P, C., Ruling G).!, The Comptroller
has power under the rules to extend times, By sect. 68, as
amended by the Act of 1919, “ Reports of cxaminers made
wnder this Act shall not vn any case be published or be open to
public inspection, and shall not be liable to production or inspection
in any legal proceeding, wnless the court or officer having power
to order discovery in such legal procecding certifies that such
production or inspection s desirable in the interests of Justice,
and ought to be allowed. Provided that, on an application being
made by any person in the preseribed form, the comptroller may
diselase the resull of a scarch made under section scven or eight of

ob on any particular application for the grant of & patent.”
Under the proviso application is made under rule 37 on Form
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No. 9, and a list of the specifications, if any, found in the search
will be supplied.

Sect. 9 enacts : “ On the acceptance of the complete specificc-
lion the Compiroller shall advertise the accoptance ; and the
application and specifications with the drawings (if any) shall be
open to publc inspcction.""

Tho advertisements are published in the Zllusirated Oficial
Journal,

In the event of an application being abandoned, tho specifica-
tions and drawings which were left in connection with the
application are not published, nor are thoy at any timne open to
public inspection (0), except in the case of an abandoned
application under sect, 91 (¢).

A new kind of patent was introduced by the Act of 1907. P.'i‘.i?ﬁﬁi“’

By sect. 19, sub-sect, 1: “ Where a patent for an tnvention has
been applied for or granted, and the applicant or the patentee,
as the case may be, applics for a further patent wn respect of any
improvement tn or modification of the inwvention, he may, if he
thinks fit, in his application for the further patent, request that
the term limeted in that patent for the duration theveof be the
same as that of the original patent or so much of that term as s
uncamred.

(2) “ Where an application containing such e request s made,
o patent (hereinafier referred to as a patent of addition) may
be granted for such term as aforesaid.

(3) “A patent of addition shall remain in force so long as the
patent for the original tnvention remains in force, but no longer,
and 1n respect of a patent of addition no fees shall be payable for
renewal,

“ Provided that,if the patent for the original invention s revoked,
then the patent of addition shall, if the court or com~;roller so
orders, become an independent patent, and the fee payable, and
the dates when they become payable shall be determined by its dale,
but its duration shall not exceed the unexpirved term of the patent
for the original invention,”

- The proviso was introduced by the Act of 1919, and it would
appear that if the Court or the Comptroller orders the revocation

(6) Sect. 69. (¢) Sect. 91, sub-sect. 3 (a).

Aoeeptancé to
bo advertised,
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of a patent upon which depends a patent of addition the

application for the establishment of the patent of addition as
an independent patent should be made before the order for
rovocation becomes effective, otherwise the patent of addition
would cease to exist from fhe moment of revocation of the
principal patent, and there are no provisions for calling it into
existence again. The Court and the Comptroller would appear
to have a discretion in the matter, and the eircumstances which
they should take into consideration are not defined. The fees
payable are to be determined by the date of the patent for
addition. The meaning of this may be illustrated by the
following hypothetical case. .A. obfains the grant of a patent
dated Jan, 1st, 1919, and he obtains a patent of addition thereon
dated Jan, ist, 1921. On Jan. 1st, 1930, the principal patent
is revoked, and an order is made establishing the patent of
addition as an independent patent. It is.suggested that the
independent patent will have no arrcars of fees to pay, but
will be treated as a patent whose ninth year renewal fec has
then become due, The analogy of a secret patent which has
ceased to be such is importont on this point (see below).

(4) “The grant 'of a patent of addition shall be conclusive
evidence that the invenlion s a proper subject for a palent of
addition, and the validity of the patent shall not be questioned
on the ground that the invention ought to have been the sulject
of an tndependent patent.”

For remarks on the subject-matter of a valid Patent of
Addition, see Chap. 1II., p. 56.

The subject-matter of a patent of addition is limited to
improvements on the subject-matter of the principal patent.
Therefore where the specification filed on application for a
patent of addition referred to two earlier patents in addition to
the principal patent, a patent of addition was refused (d). But
when a patent of addition has been granted, a second patent
of addition may be granted in respect of an improvement upon
the original invention as improved by the subject-matter of
the first patent of addition, and application Form 1¢*** was
designed for this purpose, and to give effect to the decision of

(d) H. 8. J.'s Application, 31 R, P. C. 47.
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Sir J. Simon, S.G., in McFeclcy’s Application (29 R. P. C.
380).

Sect. 30 provides for the assignment by an inventor of all the gﬁ;ga-
benefit of an invention to the Secretary of State for War or to
the Admiralty. And in such a case the Sccrotary of State or
the Admiralty may certify that the application for a patent and
the specifications be kept secret. The Secrotary of State may
waive his rights and re-assign at any time, and thercafter the
documents are kept in the ordinary way, and the patentee
must if the patent is to be kept in forcoe pay the fees that
would have thercafter been payable if it had not been a secret
patent, A secret patent cannot be revoked. The proceduro
18 regulated by rules 98—100.

By sect. 4: “ Where an applicaiion for a patent in respect of Provisional
an tnvention hus been accepled, the invention may dwuring the protection.
period between the date of the application and the date of sealing
such patent be used and published without prejudice to the patent
to be granted for the itnvention ; and such proteciion from the
‘comsequences of use and publication is in this Act referred to as
provisional protection.”

Provisional protection exists for the purpose of enabling an
inventor to work at and improve his invention without thercby
avoiding the patent subsequontly granted to him on the ground
of want of novelty; it does not afford him the perfect rights
which he obtains when his patent is sealed, since he cannot
institute an action in respect of any infringement until his
patent is sealed (¢), nor may he claim in respect of infringements
committed before the acceptance of his complete specification (f),
and further, he may not style the invention which is pro-

visionally protected as “patent,” (g) but he may make use of ggp ot word
such words as * patent applied for.” ~ “patent.”

Sect. 10 enacts ;~— Rights given

“ After the acceptance of o complete specification, and until the 5 ::;ﬁt:tgw

date of scaling a patent tn respect thereof, or the expiration of specification.
the time for sealing, the applicant shall have the like privileges

(¢) Sect. 10. R. P. C. 1; R. v. Crampton, 3
(f) Sect. 13, R. P. C, 367.
(9) Sect. 89 seo R. v. Wallts, 3
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and rights as iof a patent for the invention had been sealed on
the date of the acceptance of the complete specification » Provided
that an applicant shall not be entitled to institute any procceding
for infringement unless and until a patent for the invention has
been granted to ham,”

It is no offence, therefore, to describe an article as “ patented ”
after tho complete specification has been accepted but before

the patent is scaled (%).
The mere fact that the article hos at one timo been the

subject of a patent now expired will not entitle the patenteo to
mark it as “patented,” as the word implies that there is an
existing patent (7).

The effect of sects. 4 and 10 1s that no proceedings for
infringement may be taken before the patent is sealed, after
which fime proccedings can only he faken with reference to
infringements committcd after tho acceptance and publication
of the completo specificafion.

RESTORATION.

Restoration By soct. 20 of the Act of 1907 a remedy is provided for the

g;::gf:d relief of inventors whose patents have lapsed from non-payment
of foes where such non-payment has been due to circumstances
concerning which no blame is attributable to the patentec.
Formerly, if the agent of the patentee fraudulently misappré-
priated the moneys ontrusted to him for payment of rencewal
feas, or if the renewal fees were left unpaid through accident
or inadvertence, the unfortunate patenftee had no remedy but
to apply for a private Act of Parliament.

The section is as follows :—

(1) « Where any patent has become void owing to the failure of
the patentee to pay any preseribed fee within the preseribed time,
the patentce may apply to the Comptroller wn the preseribed
manner for an order for the restoration of the patent.

(2) “ Bvery such application shall confain a statement of the
circumstances which have led to the omission of the payment of
the prescribed fee,

(h) R. v. Townsend, 13 R, P. C. (?) See Cheavin v, Walker, L. R.
260, - 5 Ch, D. 850, g
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(3) “If it appears from such slatement that the omission was
unintentional and that no wndue delay has occurred in the
making of the application, the Comptroller shall advertise the
application in the preseribed manner, and within such lime as
may be preseribed any person may give notice of opposition ab the
Paicnt Office.

(4) « Where such notice s given the Comptroller shall notify the
upplicant thereof.

(5) “ After the expiration of the preseribed period the Comp-
troller shall hear the case and, subject to an appeal to the Court,
issuc an order either vestoring the patent or dismissing the
application : Provided that in cvery order wnder ilas scelion
restoring a& patent such provisions as may be preseribed shall
be inserted for the protection of persons who may have availed
themsclves of the subject-maticr of the patent after the patent had
been announced as void in the illustrated official journal.

(6) « An appeal shall lie from the decision of the Comptrolicr
wnder this section to the Court.”

The practice is regulated by rules 58—63.

A patenteo is obliged to show a clear case of hardship, and
mere inadvertenco will not be sufficient to justify restoration.

Nor will a mistaken view of the law avail the patentec. In
oue case a patenteo decided not to pay the fee or keep the
patont alive because he was applying for a further patent for
improvements on his invention, and was under the impression
that a patent for such improvements would cover and protect
the original invention. He only discovered his mistake whon
the office cited his earlier patent as an anticipation of the
invention the subject of his new application. Restoration was
refused (7).

Delay in taking proceedings for restoration after knowledge
of the lapse of the patent has come to the patentec will in
general be fatal to an application for restoration (%).

The application is advertised, and opposition may be entered
to the proposed restoration.

The requirement for advertisement of the application is for fdvertise.
the purpose of enabling persons whose interests may be injured ™*"**

() 27 R. P. C., Ruling I. (%) 30 R, P. C., Ruling D,

171
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by the restoration to enter an opposition, when torms may be

imposed for their protection.

The nature of the conditions which are imposed are set forth
in rule 62,

The proceduro on appeal is regulated by rules 4, 5 and 6 of
Order LIIIA. Tor a discussion on the effcets of the war on
Applications and the Restoration of Patents which lapsed
during the war, sce Chap, XVIIL, under “ Extension of Time."
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CHAPTER IX.

OPPOSITION TO THE GRANT, AND REVOCATION UNDER
SECTION 260.

By scet. 11 of the Act of 1907, as amended by the Act of 1919,
it is enacted as follows :—
(1) “Any person may at any time within two months from
the date of the advertisement of the acccptance of a complete
specification give notice at the Patent Office of opposition to the
grant of the patent on any of the following grounds :—
(a) “that the applicant obtained the inventton from him, or from First ground.
a person of whom he s the legal representative; or
(b) “that the invention has been published in any complete Second
specification, or in any provisional specification, followed roud.
by a complete specification deposited pursuant o any
application made wn the United Kingdom within fifty
years next before the date of the application for the patent,
the grant of which s being opposcd, or has been made
available to the public by publication wn any document
(other than a DBritish specification) published in the
United Kingdom prior to the application ; or
(bb) “that the invention has been claimed in any complete Third
specification for « Dritish patent which though not 500
published at the date of the application for a patent the
grant of which ts opposed was deposited pursuant to an
application for a patent which s or will be of prior datc
to such patent; or
(c) “that the nature of the invention or the manner in which it Fourth
is to be performed is not sufficiently or fairly discribed €™
and asceriained in the complete specificatron ; or
(d) “that the complete specification describes or claims an Fitth ground.
imvention other than that described in the provisional
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specification, and that such other invention forms the
subject of an application made by the opponent wn the
wnterval between the leaving of the provisional specification
and the leaving of the complete specification ; or

(@) “that in the casc of an application wnder section nincly-one

of this Act a specification describes or claims an invenizon
other than that for which protection has been applicd for in
a forcign state or British possesston, and that such ofher
tnvention forms the subject of an application made by the
opponent . the interval between the leaving of the
application tn the forcign state or Drilvsh possession and
the leaving of the application in the United Kingdom,
but on no other yround.

(2) “ Where such noticc is gwwen the Comptroller shall give
notice of the opposition to the applicant, and shall, on the expiration
of thosc two months, after hearing the applicant and the opponent,
of desirous of being leard, decide on the case, *

(3) “ The decision of the Compiroller shall be sulject to appeal
to the law officer, who shall, of requirved, hear the applicant and
the opponent, if the opponent 8, in his opinion, a person entitled
to be heard in opposition to the grant of the patent, and shall
decide the case; and the law officer may, of he thinks fit, obtawn
the assistance of an expert, who shall be paid such remuncration

as the law officer with the consent of the Treasury may delermine.”
The second and sixth grounds have been added by the Act

of 1919. The second ground is & very great extension of the
right of opposition. The practice 1s regulated by rules 42—49,

Sect. 26 gives what is in effect an extended right of
opposition after the patent has been granted on the same grounds
as it might have been opposed, and limited to the same class of
“ opponent,” or rather “applicant,” as the attacking party is
called in these eircumstances. Its provisions will be dealt with
at p. 190.

The Opponent,—The wording of sub-sect. 3 limits the inter-
pretation which might otherwise be placed upon the words
“ any person” Under the Act of 1907 before amendment, tho
Coxﬁptroller required the opponent to show either an interest in
the prior patent under which he alleged that the applicant’s
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invention had been claimed, or if he had no inferest in such
prior patent he had at least to show a manufacturing interest to
give him a right to oppose. Now that the second ground of
opposition—prior publication——has been added it would appear
that the opponent need only establish a manufacturing or
trading interest, and the cases which were decided on the interest
in prior patents are no longer strictly applicable. It can hardly
be reasoned that an opponent who relies on prior publication
in a specification must show an interest in the patent, in respect
of which it was filed, whereas he may rely on a prior publica-
tion in a technical journal in which, of course, he could not have
an interest. We propose, therefore, to deal with those cases
which define interests of tho other character. In Meyer's
Application (16 R, P. C. at p. 527) Sir R. Webster, A.-G., said :
“T lay down the rule that if there has been a bona fide attempt
to carry out the invention sought to be protected by the person
who desires to be heard in opposition, and proof that he may
be damnified or affected by the application which he desires to
oppose he is entitled to bo heard. I do not pretend to say that
those particulars or limitations are exhaustive, though they will
indicate the class of case in which I think the Comptroller
ought to hear an opponent.” In Application by New Things,
Lid, (31 R, C. P, 45) the opponent possessed a kinematograph
screen, covered by the patent applied for, which he was ex-
hibiting to persons whom he desired to assist him in the forma-
tion of a company to manufacture it, otherwise he had not used
it for any mercantile purpose. Sir 8. O. Buckmaster, S.-G.,
refused to admit his opposition and said: “ Having considered
oll the cases to which my attention has been called, I am not
prepared to limit the interest which an opponent must show in
order to bring himself within the class of persons qualified to
give notice of opposition under sect. 11, to what is called a
manufacturing interest. I think that is a mistake, A trading
interest would also be sufficient, but the interest must be a real,
definito, and substantial interest, and must not arise from somes-
thing that the opponent proposes to do. So far as the prosent
interest of the present opponent is concerned it is nothing but
the possession and use in the manner which I have mentioned

179
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of this particular screen. The rest of his interest arises from
something which he intends to do in the future, and which he
may or may not accomplish ; 1t appears to me that that intention
aives him no more right to oppose than a man saying that he
intended in the future to make a patented article would give
him the right to be heard. I have therefore to consider whether
the use of the screen, as he ab present possesses and uses it, is a
definite and substantial interest entitling him to oppose. I
am unable to find that it 1s, It appears to me that it is no
more than the ordinary possession and use of a particular article
said to be covered by the patent applied for, and I do not think
that the mere fact that a man is in possession of such an article
aives him the right to appear and oppose under sect. 11. For
cxample, if a man were using a golf ball which it is said would
infringe a patent for which an application was made 1n respect
of golf balls, I do not think that would entitle him to come in
and oppose, because 1t is obvious that when once the area of the
class within which opposition 18 permitted is extended so as to
include all people who use—as opposed to those who make or
trade in—a particular article, there would be no check on
oppositions which might be of a fictitious or unreal character.”
This decision overruled the decision of the Comptroller in the
samo case (a).

It is submitted that the possession of an article and the use
of it in the course of the opponent’s trade or occupation would
aive him a right to oppose.

The Comptroller has decided (0) that the fact that the
opponent has himself applied for patents in respeet of similar
subject-matter 18 enough to give him a locus even when the
opponent’s application was filed subsequently to the notice of
opposition (c).

A disparaging reference to the opponent’s apparatus or
invention in the body of the applicant’s specification would
appear to be & gricvance entitling him to oppose (d).

(@) Reported as  Comptroller's (¢) 29 R. P. C., Ruling C.
Ruling, 30 R, P. C., B. (@) Wadham's Application, 21
0 29 R, I, G, Ruling B; 29 R.P. C.172.
R. P. C., Ruling C.
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Possibly, also, the use of the opponent’s trade mark as a
descriptive torm for a substance would give the opponont e

locus, apart from its being a specific objection based on the
fourth ground ().

It was decided before the Act of 1907 that an opponent who
had established a locus on one ground-of opposition could also
rely on others upon which had he relied upon them alone he
would not have been able to establish his right to be heard (f),

and it is submitted that the same reasoning applies to the
present law.

In a case where an opposifion had been entered, and it was B.eaulf; ot
shown that the opposition was collusive and had been entered g‘;‘;‘;:,f;n
for the purpose of obtaining an extension of time for sealing,

the law officer refused to allow a patent to be sealed(y). In pablic
Kempton ard Mollaw's Application (22 R. P, C. 573) the 2aure ol

Comptroller’s
opposition was successful before the Comptroller, and a patent functions.

was refused. The applicant appealed, and prior to the hearing
before the law officer, came to an arrangement with the
opponent; to the effect that the opposition should be withdrawn.
Sir E. Carson decided that the appeal could not be allowed by
consent, since the Comptroller in refusing the scal was acting
in a public capacity, and that the case must be decided on its
merits alone, and he refused to allow the patent to be sealed.

The Grounds of Opposition,—Prior to the passing of the Act The grounds

of 1883 any ground was available for the purpose of opposition g&ﬂ‘;ﬁ“{;ﬁ;"
vhich would have been available for the purpose of destroying
the validity of the patent. Prior user was a frequent ground
of opposition (I r¢ Samuda, Hindmarch, p. 534), so also was an
alleged dedication to the public by the inventor himself (In ¢
ddamson’s Patent, 1856, 6 De G. M. & G. 420; 25 L. J. Ch.
1%6; 4 W, R.473); but it was always considered necessary that
te ground of the opposition should be proved beyond the
tiadow of a doubt (In r¢ Tolkausen’s Patent, 14 W, R, 551,
ind also In r¢ Vincenls Patent, 1867, L. R. 2 Ch. 841), If
tiere was any doubt it was considered that the patent ought

(€) See 31 R, P. C., Ruling (A). (y) A. DBJs Application, 19

(f) Stewarl’s dpplication, 13 R. P. C, 403, 556,
5P, C. 627,

LP,



178 THE LAW OF PATENTR.

to be soaled, so as to give the inventor the boenefit of an
exhaustive trial,
Under the Act The Act of 1883, however, reduced the grounds of opposition
of 1888 to three in number, corresponding to the first, the third (with
a slight difference), and the fifth grounds provided by the Act
of 1907 as amended by the .Act of 1919.
Under the Act Dy the Act of 1907 the present fourth ground was introduced,
of 1907, and a modification of the third ground was effected.

By the Act of 1919 the present second and sixth grounds
were introduced, and the third ground was modified to its
present form.,

The grounds of opposition will now be considered seriatim.

The first The first ground of opposition as defined by the Act is that

ground (4 1o applicant has obtained the invention from the opposing
party, or from one of whom he is the legal representative. This
question involves the credibility of witnesses. Before the Act
of 1907 the Comptroller had no power to examine witnesses,
although he might request the voluntary attendance for expla-
nation of any one who had made a declaration ; and if a conflict
was shown in the declarations, the usual practice was that the
Comptroller formally decided that the patent should be sealed,
and the opponent appealed to the law officer, who was able to
take evidence on oath. By sect. 77 the Comptroller was
empowered to take evidence upon oath, in addition to receiving
statutory declarations in any case in which he thinks it right
to do so. The practice will be further dealt with at p. 192,

Patent But the law officer would not and will not decide a case of

3‘;3%1;:3 this kind against the applicant unless there is very little doubt

only. on the facts, since the opponent always has an opportuﬁity of
having the question tried in open court on a petition to revoke
the patent under sect. 25, sub-sect. 3. |

In Edmund's Patent (Griff. P, C, 283), Sir R, Webster, A.-G,

said: “I am clearly of opinion that, under the circumstances,
the Comptroller-General was right in declining to stop the
patent in the present case. Had he done so, or if I were now
to do so, there would be no means of reviewing our decision,
whereas, if the patent is sealed, the question can be raised
either in the proceedings to which I have already referred, or it
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may be in proceedings for revocation, should the partios be
advised to institute any such proceedings.”

In Stwart's Application (9 R. P. C. 452), Sir E. Clarke, S.-G.,
said: “T think that the law officer is only entitled to stop the
dssue of a patent, having examined all the evidence given on
one side or the other, if he is so clearly of opinion that the
opponent has made out his case that he would, 1f a jury were
to find in favour of the applicant, refuse to accept it and over-
rule the decision on the ground that it was perverse and
contrary to the obvious weight and effect of the evidence.”

In tho case of an opposition upon the first ground, it
frequently happens that the law officer is of opinion that both
tho applicant and the opponent contributed materially to the
invention. In such case terms will bo imposed giving both
parties an interest in the patent (%).

The words “ obtained the invention™ do not necessarily imply
that the person from whom the invention had been obtained
had taken out or even intended to take out a patent for it; it
refers to the identity of the invention, not the right of the
person from whom it was obtained to be regarded as the-first
and true mventor (¢). On the other hand, if the invention said
to have been “ obtained ” be a matter of mere common know-
ledge or has been published in such a way as to deprive the ,
opponent of any rights in it, then although the information
may have come to the knowledge of the applicant through the
medium of the opponent, the latter cannot oppose on the ground
that the inventor has obtained the invention from him within
~ the meaning of the section, and he has no personal rights under
this section () or sect. 15 (set forth at p. 181).

If, however, the opponent can show that he made a confi-
dential communication of & design, drawing, plan or the like to
the applicant it does not lie in the mouth of applicant to prove
by reference to prior publications that the subject-matter of the

(h): Russell’s Patent, 2 Do G. M.  Garthwaite’'s Patent, Griff, P, C, 284.
& J. 1303 Good. P. C. 689; Luke's (t) Thwaite's Application, 9
Patent, Griff. P. C. 294 ; Eadics R, P.C. 515,

Patent, Griff, P. C. 279 ; Lvans and (J7) Ashton and Knowles' Appli-
Qtway's Patent, Griff. P. C. 279; caiton, 27 R. P, C. 181.
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communication was not patentable, and that thereforo hie had a
right to appropriate it for the purposes of his application. In
such circumstances he would be held to have “obtained ” the
invention from the opponent (k).

It is not necessary for an opponent under this seetion fo
prove that the applicant has acted frandulently, although in
circumstances it i1s part of his case, but the opponent must
clearly show that the invention in question was obtained from
him, either directly or through his agent; or he must bring
the applicant by evidence of notice or otherwise into some
known legal relationship with himself, It will not be sufficient
to show that the invention has been handed on from A. to B.
through numerous intermediate parties, and that B, has received
1t in entire innocence of the fact that it owed its origin to A.
Thore must be some connection, known and recognised by the
law, botween A. and B., and not merely a casual connection in
which no proof of knowledge or notice is brought against B, and
no agency i8 proved (Z). .

Inasmuch as the appeal to the law officer is in the nature
of a re-hearing frosh evidence will bo heard by him if he thinks
it desirable (m).

Where it appeared that a part of the subject of the applica-
tion had been obtained from the opponent, the law officer struck
out that portion and allowed the remainder to go on (n).

In Edmunds Patent (Griff, P. C, 281) the Comptroller was
of opinion that the words “legal representative’” meant the
executor or administrator of a deceased person and would not
include a person holding a power of attorney (o).

In the case of inventions communicated from abroad neither
the Comptroller nor the law officer will inquire into what
happened outside the United Kingdom ; the importer is the true
and first inventor, and the means by which he may have
obtained the invention are of no importance and will not be

(k) Ashton and Knowles' Appli- R.P. C. 416.

cation, 27 R. P. C, 181, (n) Thwaile's Application, 9
() Per C. G. Ruling (A), 27 R, P.C, 515.
R. P. C. (0) Sco also Adolph Spiel's Patent,

(m) Chambers’ Application, 32 5 R. P, G, 281.
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considered, since the merit of the invention consists in 1its
importation into this country (p). This is the case even when
the opponent has made an application under sect. 91 in respect
of the same invention subsequent to the applicant’s appli-
cation, but which by rcason of the International Convention
will have a date prior to the applicant’s application (g). It
also holds good in & case where the applicant has applied under
sect. 91 and has claimed the date of a foreign application, 16
being alleged that the forcign application was made in fraud of
the rights of the opponent (r). In such a casc opposition
proceedings in the foreign country might result in the foreign
application being cancelled, but the rights of the applicant in
this country would probably not be affected, and he could still
claim the foreign date.

Where frand has been committed in this country. true and
first inventors who have been the victims of fraudulent appli-
cations are specially protected by sect. 15 of the Act of 1907 as
amended by the Act of 1919, which runs as follows :—

(1) “A palent granted to the true and first inventor shall not be
wwalidated by an application in fraud of him, or by provisional
protection obtained thercon, or by any wuse or publication of the
inwvention subscquent to that fraudulent application during the
period of provisional protection (s).

(2) «“ Where a patent has been revoked by the Court on the ground
that it has been obtained in fraud of the truc and first tnventor
or where the grant has been refused by the Comptroller under the
provisions of paragraph (e) of sub-scetion (1) of scctron eleven of
this Act or revoked on the same ground under the provisions of
section twenty-six of this Act, the Comptroller may, on the appli-
cation of the true tnventor made in accordance with the provisions
of this Act, grant to him a patent for the whole or any part of
the tnvention tn licw of and bearing the same date as the paient

(p) Application by McNeil and th? (r) Curwen's Applicalion, 30
Pearson Fire Alarm Co., 24 R. P.C. R. P. C. 128. Seo also Ilulsey's
680; Edmund's Patent, Griff. P. C.  dpplication, 31 R, P, C. 101,

281, (s) Seo also scet. 41, sub-sect. (2),

(9) Meurs-Gerkin’s Application, and p. GG, ante.
271 R, P. C. 565.
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so revoked or as would have been borne by the patent if the grant
thercof had not been refused : Provided that no action shall be
brought for any infringement of the patent so granted commitied
before the actual date when such patent was granted.”

The second ground of opposition was added-to the Act of
1907 by the amendments made by the Actof 1919, Before these
amendments an opponent who relied on prior specifications had
to show that the invention had been claimed therein. Ho may
now rely upon prior publication in a specification or any other
document whatever, and the ordinary law of prior publication
would seem to apply (¢). The words “made available to the
public” were expressly inserted, however, at the instance of
Lord Moulton, so as to exclude semi-private communications
which, although not publications in the popular sense, might
have been held to invalidate the patent for want of novelty (u).

It is suggested that the Comptroller will refuse the grant
only in very clear cases, and that if no clear anticipation is
brought to his notice he will not readily refuse the application
on the ground of want of subject-matter but will leave this ques-
tion to be decided by the Courts, The effect of an opposition
on this ground will in most cases be to effect a revision of the
applicant’s specification and claims and their limitation to the
precise invention shown to be novel. The Comptroller hag
power to refuse an application in respect of an “invention” °
which cannot be considered as a “ manufacture” within the
meaning of the Statute of Monopolies (v). And in some cases
patents have been refused when no invention whatever was dis-
closed, and the idea which it was sought to protect was obvious.

In Smilly’'s Application (13 R, P. C. 200) Sir . Webster said
in refusing a patent: “It is only in cases in which the law
officer is satisfied that therc is no difference which can bo
rcearded as amounting to invention that the later patent can
be stopped. . . . I desire to say that it is quite incorrect to
suppose that, in giving judgment in Stubbs’ Case, I ever
intended to suggest that the law officer ought not to consider
mechanical equivalents as bearing upon the question of identity

(¢) See Chap. IV, “ Novelty.” 104, 1. 6.6.
() See Hansard, vol. 37, No. (v) Sce p. 31, ante.
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of invention, I entirely agree with the judgment of my then
colleague, Sir E. Clarke, in Haythornthwaite’s Case ; and on
many occasions when I had to deal with the matter previously,
I did consider the question of mechanical equivalents as bearing
upon the question of identity.”

And where it appeared that all the elements of the combina-
tion claimed by the applicant had been previously patented, and
there was no invention in combining them, a patent was
refused. (Dridgc’s Application, 18 R. P, C, 2567) (w).

In Hodglkins' Application (23 R. P. C, 527), the alleged
invention was a new process for making golf balls, The
opponent proved that the greater part of the process had been
the subject of a prior grant, The applicant offered to limit
his claim to the additional part only, but having been allowed
to file evidence relating to the additional part, he failed to
convince the law officer that such additional part produced any

material advantage in fact, and a patent was refused. The -
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Comptroller will not ordinarily enter into a discussion or gopsideration

ovidence as to the practical utility of the applicant’s alleged of utility.

invention. In 27 R, P, C,, Ruling D, he said that any experi-
ments directed to this issue should be carried out in tho
presence of both parties, and added: “It is, however, in any
case, & highly inconvenient procedure, and I do not think that
the Comptroller should, except in very exceptional instances,
ask for experimental proof of the utility of any claimed
. invention or combination, and then only when no proper
protection can be given by means of disclaimer or reference
or by other amendment of the specification. Where it is shown
on the face of the specification, or where in the light of
ordinary knowledge, 1t is doubtful whether a claimed invention
is capable of utility or of practical use, I think experiments
may possibly be required, but I think this course should be

confined to clear cases, and where the documents themselves
disclose some ground for such suspicion,”

(w) See also Haythornthwaite's  gesellschaft's Application, 26 R. P, C.
Application, T R. P. C, 703 Wylie 1015 Van Wiyc's Application, 26
and Morton’s Application,13R. P.C. R, P. C. 490; Boscl’s Application,
973 Deutsche Gasgulicht Aktien- 26 R. P, C. 710,
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The Comptroller will (subject to an order as to costs) allow
an amendment of the notice of opposition to include a speei-
fication or other document which has been omitted provided
that the notice of opposition relies on the general ground, even
though such application to amend is made after the lapse of
two months from the acceptance of the complete specification
opposed ().

The Comptroller may refuse an application on the ground
that the invention has been disclosed in a'prior specification
which has not been referred to in the notice of opposition,
inasmuch as he must protect the public(y). And in one cas
(29 R. P. C,, Ruling E) the Comptroller ruled that where the
applicant had admitted that he had published the invention in
circumstances that would render any patent therefor invalid,
he had, under his general jurisdiction, power to refuse a grant.
This view was approved by the law officer in Barraclough’s
Application (37 R. P. C. 105).

Where it appears to the Comptroller-General or law officer
that the applicant’s specification is too general and calculated
to deceive the public, or appears to overlap the invention of the
opponent, the patent will only be granted on condition of the
insertion of a “reference” ; such reference may be general or
special, that is, either a general reference to common knowledge
or a specific reference to the opponent’s specification.

The effect of a general reference or disclaimer is somewhat
different from that of a special reference. The former 1s
inserted for the purpose of preventing the later patentee from
alleging that his invention is wider than that which he 1s
entitled to claim, both in his own interests, in order that his
specification may not be considered too wide, and in the
interests of the public, on the ground that the public are
cntitled to know what a subsequent patentee may claim, and
to have a fair deseription of the existing state of knowledge.

The specific reference, however, is intended as a warning t0
the public and to indicate the relationship between patents,
and will only be directed with reluctance.

(=) 27 R. P. C., Ruling C. plication, 27 R. P. C. 281.
(1) Hughes and Kennaugh’s Ap-
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Before the system of searching to test the novelty of the
invention was instituted at the Patent Office the Comptroller
could do little to cut down the applicant’s claims to what he
had really invented, nor could he effectually alter the
description, and a special reference was often a necessity in
the interests of the public and of the patentee. Under existing
circumstances the aim of tho office is to secure as faras possible
that specifications shall be framed properly and thus obviate
the necessity for inserting references and disclaimers, which in
many instances were only used as & rough and unscientific
method of defining the real scope of the invention, and its
relation to former invention and discovery (2). The general
principle is that a reference is not for the purpose of advertising
a prior patentee, but to guide the public, to define the true
scope of an invention, and to bring into clear light the relation-
ship and importance of one patent to another. “I think that
~ the real underlying principle which should govern the insertion
of specific references is this, ‘Is the governing idea, or basie
principle of an invention sought to be protected, claimed or
protected by a specific earlier patent 2’” There are two classes
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of cases: (1) Where a “master patent” is involved; and in Master patent.

this case a specific reference is® rightly inserted if the new
invention is merely an improvement or amendment on the
“master patent.” DBut in such a case the opponent must give
notice of the contention and file evidence that the specification
relied on is of this kind, Such a patent is one which has
broad claims, which in view of the importance of the principle
involved stand alone (). (2) “In the cases where there is no
proper “master patent” involved, I think the same general
principle in regard to specific references applies; but the
conditions are stricter and more severe. I think that in such
cases o specific reference should only be allowed where the
following conditions are present, viz, :—(2) The patent to which
reference is asked should be clear and distinet in its own field,

(#) See the Comptroller in passages quoted or condensed are

Hopkin's Patent, 27 R, P, C. 72, for  from his decision.
a discussion of the principle on (a) Sce Southwell and Ilead’s

which reforences are enforced. The  Application, 16 R. P. C. 361.



186 ''HE LAW OF PATENTS.

and as far as can be gathered, free from anticipation. (b) The
invention claimed therein must be clearly and unequivocally
claimed or included in the later specification. (¢) It must be
claimed or included substantially as a whole and not merely
in part. (d) The improvement or addition eclaimed by the
applicant must be small, and the governing principle, so to
speak, must come from the prior patent” (b). In Walkfer and
Pecl’s Appl_z'éation (32 R. . C. 199) Sir S, O. Buckmaster, S.~G.,
said : “A specific veference is not intended for the protection
of an opponent who desires to have his patent referred to in an
applicant’s specification ; it is intended for a perfectly different
purpose ; it is introduced in order that the specification may be
made clear and definite, and that a member of the public who
desires to use the invention for which the applicant is seeking
letters patent may not be misled into thinking that an invention
is involved or included in the specification, which is in fact the
subject of protection by prior letters patent, of which no
warning has been given ” (¢).

It 1s a matter of doubt whether the applicant may refer to a
specification prior in date to the opponent’s specification buf
published after it with a view to showing that the latter is not
entitled to the description of Master Patent (d).

It was decided by the law officer in Darraclough’s Applica-
tion (37 R. P. C, 105) that the opponent’s right to a speeific
reference 1s not defeated by evidence of a prior user before the
date of the opponent’s patent, inasmuch as the question of prior
user is not suitable for trial before the Comptroller or the law

officer.
Amendment It frequently happens that the applicant’s invention 1s shown

;’;;?g{.‘:;g;? to be anticipated to a great extent, and the question then
arises as to the extent to which he may be allowed to amend

his specification and claims so as to cut away the invalid part.
This depends on the circumstances of the case (¢), and is by no

(D) Seco also Sachse’s Application, Fox’s Patent, 37 R.P. C, 114.
18 1. P. C, 221. (d) See Lanchester's Application,

(c-) Seo also Weleh's Patent, 8 30 R. P, C. 130.
R. P. C. 443 ; Drockic's Application, (¢) Tlurrild and Parkins' Applica-
20 R. P, C. 813; Woolldridye and  tion, 17 IR, P, C. 617.
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means permitted as a matter of course (f). Having regard to
the modern procedure for searching it may be taken that
proposals for amendment are more readily acceded to than was
formerly the case (). DBut the applicant should not wait to
affect these amendments unfil his case arrives before the law
officer on appeal. The true principle to be applied is to be
found in the question, *“ Does the amended specification indicate
an invention substantially different from that at first deseribed 2™
Where this 1s so, even though the specification before amend-
ment contained the elements of what is now set forward as the
invention to be protected, the patent will be refused (%), and
the invention ultimately claimed must in any case have been
within the provisional specification (z).
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The third ground of opposition is for the purpose of dealing Third ground

with possible prior grants for the same invention, and the same
considerations apply as in the case of the extended search
under sect. 8, The same considerations elso affect the en-
forcement of specific references and refusal of the grant,
save that in the case of a specific reference the order will be
conditional upon a patent being granted upon the earlior
application (7). And as to refusal, in 29 R. P. C,, Ruling D,
the Comptroller said ; “ I have come to the conclusion that the
concurrency of two applications cannot be urged in any case as
necessarily forming a bar to the refusal of the grant of patent
rights on the later application. I think the only way in which
the fact of concurrency can legitimately be used is in urging
on the tribunal greater care and greater accuracy in determining
the existence of identity between the two inventions, - If thero
13 any reasonable doubt as to the differences between the two
Inventions, or as to the clearncss of the language in which tho
prior invention is described, tho grant, in my opinion, ought not
to be refused.”

(/) Thomas and Prevost’'s Appli- (h) Mills' Application,18 IR, P.C.
cation, 16 R. C, P. 6); Crist's 322,
Application, 20 R, P, C, 475. (?) Lancaster’s Application, 20
() See thoe remarks of the I P. C. 3GG. |
Comptroller in Jlopkins' Patent, 27 (7) 27 R, P, C,, Ruling G.
R. P, C. 72, referred to above.

(0b),
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It would appear that an opponent who bases his opposition
on this ground may rely upon a specification filed pursuant to
an application under the Convention which though lodged at
the office after the date of the applicant’s application is given a
prior date by reason of the Convention, This was decided by the
Conptroller in Ruling C, 30 R, P. C., and by the law officer in
Iulscy’s Application (31 R. . C, 101) construing the wording of
sect, 11 (1) (b) of the Act of 1907 before amendment (* which
is or will be of prior date ”’), which in all material particulars is
the same as the present third ground defined in sub-sect. (1) (bb).
On the other hand, as will be secen later, in objecting on the
fifth ground (d) an ante-dated specification may not be relied
on (k). The decisions under the Act of 1883 on this point arc
no longer applicable, as the wording of the sub-sections has been
materially changed (7). |

This ground was introduced by the Act of 1907, It 1s
commonly relied on in the sense that the ambit of the
monopoly is not clearly defined, in order to effect a cutting
down of the applicant’s claims (m), and in conjunction with
opposition on the second and third grounds. Usedin the sense
that the directions in the specification are not sufficient to
ensure practical success it is seldom used, although it was
probably designed to ensure sufficiency in this respect, and for
the same reason that samples are required on application for
a patent in respect of a chemical 1nvention.

In a case where the applicant stated that his invention
related to the treatment of a substance named “ Permutit,” and
this word was the opponent’s registered trade mark the
Comptroller held that this fact entitled them to oppose on this
eround, because it might cause a secondary meaning to become
attached to the word, whereas the opponents had the right to
retain the word while varying the composition of the substance

sold under it (n).
An opponent was held entitled to rely on this ground when

(k) 30 R, P. C., Ruling A. (m) See Wadham’s Application,
(1) Sco, e.g., Johnson's Application, 27 R. P. C, 172,

24 R, P. C. G945 Kveritt's Lalent, (n) 31 RR. P, C., Ruling A.

Griif. L. O. C. 28. |
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his invention was described in the body of the applicant’s
specification though not included in the claims, and the
description of it was nrrelevant to the invention which the
applicant had really made (o).

It was decided by the Comptroller in Serea’s Application (29
R. P. C. 284) that an opponent relying on this ground and
opposing an application under the International Convention,
could not allege that the invention claimed was not the same
as that in the specification originally filed abroad. Nor could
he allege that the specification as originally filed had been
improperly amended into the form in which it was ultimately
accepted In an ordinary case not under the Convention ( p).
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The fifth ground of opposition was introduced by sect. 4 of Fifth ground

the Act of 1888, for the purpose of preventing an applicant (@),

from claiming in his complete specification an improvement on
his invention, which was contained in the provisional of the
opponent filed after the date of the applicant’s provisional
specification and thereby depriving the opponent of the benefit
of his invention; but an applicant is not thereby deprived of
his old right to include fair developments of his patent in his
- complete specification (q).

An opponent will not be allowed to rely on an application
filed after the date of the applicant’s complete specification but
dated by rcason of the International Convention between the
applicant’s provisional and complete specifications (»).

The sixth ground was introduced by the Amending Act of Sixth ground

1919. It partly remedies the decision in Serex’s Application (€

(29 It P. C. 284) on the fourth ground, but the opponent must
show not only that the specification accepted describes or
claims an invention other than that for which he has applied
for protection abroad, but that he has himself made the excess

matter the subject of an application in the interval between the
applicant’s foreign and British applications.

(0) Francis’  Application, 27 R. P. C. 461; Millar’s Application,

R. P, C. 86. 15 BB. P. C. 718 ; Ross' Application,
(p) Sco offect of sixth ground, 30 R.P,C. 722.
howover., (r) 30 R, P, C.,, Ruling A.

() Lidwards' Application, 11
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The Practice in oppositions is regulated by rules 42—49
and appeals tc the law officer by the Law Officers’ Rules. (Sce
seet. 40 of the Act of 1907.) In these will be found all the

rules relating to evidence and notices.

REVOCATION BY THE COMPTROLLER UNDELR SECT. 20.

Sub-sect. 1 of sect. 20 is as follows :—

“ Any person who wonld have been entitled 1o oppose the grant
of & palent, or is the successor in tnterest of & person who was so
entzrtled, may, within two years from the datc of the patent, in
the preseribed manner apply to the Compirolicr jfor an order
revoking the patent on any one or more of the grounds on which
the grant of the patent might have been opposed.

“ Provided that when an action for infringement or procecdings
for the revocation of the patent are pending 1n any court, an
application under this scetion shall not be made cxcept with the

leave of the Court.”
The resulti of this enactment is merely to extend the time

within which an opposition may be lodged subject to the
effect of the latter part of sub-sect. (2):  The Comptroller shall
give notiee of the application to the patentee, and after hearing
the partics, vf desirous of being heard, may make an order
revoking the patent or requiring the specification relating thercto
lo be amended by disclavmer, correction, or cxplanation, or dis- ‘
missing the application ; but the Complroller shall not make an
order revoking the patent unless the circumstances are such as
would have justified him tn refusing to grant the patent had the
procecdings been proceedings vn an opposition Lo the grant of «

patent.”
Sub-sect, (3) provides for the surrender of a patent at the

instance of the patentee. This has been dealt with in the
preceding chapter; and by sub-sect. (4), “ Any deciston of the
Comptroller under this section shall be subject to appeal to the
Court.”

The words “ successor in interest” in sub-gect, (1) mean as
regards a person who would have been entitled to oppose on the
first ground, his legal representatives only, and as regards other
arounds, interests based on the possession of patent rights, and
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includes assignees of such patent rights, and it also includes as
rocards the locus standi of the opponent, the assignes of tho
“ manufacturing interest,” the possession of which would have
aiven the assignor a right to be heard (s).

The procedure is regulated by the same rules s oppositions,
together with rules 76 and 77.

The notice of opposition (or application for revocation, the
practice is the same) must state the grounds upon which
tho opponent intends to oppose the grant, and must be signed
by him. A copy of such notice is delivered by the Comptroller
to the applicant. If the opponent does not desire that the
patent should be rofused, but merely that the specification
should be amended by disclaimer or limitation, the notico
should state the relief to which the opponent considers himself
cubitled. Either party must give notice to tho other of any
specification or other publications to which he intends to refor
at the hearing,

If the applicant desires to contest the opposition he must within
fourtcen days of the notice of opposition file a counter-statement
setting out fully the grounds upon which the opposﬁition 18
contested and deliver a copy to the opponent, and within
fourteen days of receipt of such copy the opponent may file
statutory declarations in support of his oppcsition, and must
deliver to the applicant copies thereof. If he intends to rely
on the first ground, he must file declarations, If he intends to
roly on the fourth ground, he must state in writing the
deficiencies of the specification. Within fourteen days from
the delivery of such copies the applicant may leave statutory

declarations in reply, copies of which must be sent to the

opponent. The opponent may leave further declarations at
the Patent Office, copies of which must be delivered to the
applicant ; such last-mentioned declarations must be confined
to matters strictly in reply. No further evidence may be left
on either side except by leave of the Comptroller. Foreign
documents must be accompanied by attested translations.

The parties, if they so wish, are entitled to a hearing, In
oppositions or applications for revocation, unless they be based

(s) Gascoine's Patmi, 27 R. I’. C, 78.
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on the first ground, the applicant for a patent or the 15&tenteo
as the case may be has the right tc begin (). |

The Comptroller or the officer sitting on his behalf usually
reserves his decision and sends it to the parties in writing,
If the opponent dies before the day fixed for hearing the
opposition, the notice of opposition may be amended by
inserting the name of another opponent ().

By sect. 77 of the Act of 1907 the Comptroller is empowered
to receive viva voce evidence. The section is as follows:— -

(1) “Subject to rules under this Act in any proceeding under
this Act before the Comptroller the evidence shall be given by

statutory declaration in the absence of directions to the contrary ;

but in any case in which the Comptroller thinks it right so {o do,
e may take evidence vivd voce in liew of or in addition to
evidence by declaration or allow any declarant to be cross-
examined on his declaration, Any such statutory declaration
may wn the case of appeal be used before the Court in licw of
evidence by affidavit, but if so used shall have all the incidents

and conscquences of cvidence by affidavit,
(2) “ In case any part of the cvidence ts taken vivd voce, the

Comptroller shall, in respect of wrequiring the atlendance of

wilnesses and taking evidence on oath, and discovery and production
of documents, be vn the same position in all respects as an official
referee of the Supreme Court.”

The usual practice is for the parties to request the Comp-
troller to give notice to the witnesses on the other side to
attend for cross-examination. They are asked at the hearing
by way of examination-in-chief whether their statutory declara-
tions are true, and arq then cross-examined by the other side,
and finally re-examined, There is nothing, however, to prevent
witnesses being called who have not made declarations.

The attendance of witnesses may be enforced by subpana
undor Order XXXVI, rules 49 and 50 of the Rules of the

Supreme Court.

By sect. 40—
“ The law officer may cxamine witnesses on oath and administer
(¢) 27 R. P. C., Ruling (F). L. 0. C. 35.

(v) Lake’s Application, Griff
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oaths for that purpose, awd may make rules requlating references
and appeals to the law officer and the practice and procedure
before him under this Part of this Act; and in any procecding

before the law officer under this Part of thus Aect, the law officer

may order costs to be paid by either party, and any such order
may be made a rule of the Court.”

An appeal from the Comptroller to the law officer is not an
appeal in tho sense that the law officer must assume that the
Comptrollor’s decision is right until the appellant shows that it
should be upset. He must form his own judgment upon the

matter, and has almost original jurisdiction, and the-appeal isin -

the nature of a re-hearing (v), and the law officer will hear
fresh evidence if he so chooses (w).

By sect. 73A the Comptroller has also power to award costs :—

(1) < The Comptroller shall, in any proceedings before him under
this Act, have power by order to award to any party such costs as
ke may consider reasonable, and to direct how and by what parties
they ave to be paid, and any such order may be made o rule of
Counrt, | ‘

(2) “If any party giving notice of any opposition under this
Act, or applying to the Comptroller for the revocation of a patent,
or giving notice of appeal from any decision of the Comptroller
under this Act, neither resides nor carries on busyuess wn the
United Kingdom or the Isle of Man, the Comptroller, or tn case of
appeal to the law officer or the Court, the law officer or the Court
may require such party lo gwe sccurity jfor the costs of the
proceedings or appeal, and n default of such security being given
may proceed Lo trcat the proceedings or appeal as adandoned.”

It has been said that the opponent should state in his notice
of opposition the relief to which he considers himself entitled,
but if he does not succeed in obtaining the full amount of
relief asked for he will not necessarily be deprived of costs (z),
although if after having been offered by the applicant sub-
stantially all that he is ultimately held entitled to he persists
In forcing the matter to a hearing he will get no costs (). The

(v) Ross® Application, 30 R, P, C, R. P, C. 416.

(P2 (x) 27 R, P, C,, Ruling (H).
(w) Chambers' Application, 32 (y) lbid.
L.P, 1o
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amount awarded by the Comptroller or the law officer is not
sufficient to indemnify the successful party, and a specific sum
ranging from three to fifty guineas is usually named in the
decision. It has been customary for the Comptroller to add to
his award of costs a further award of three guineas if an
application is made to the Court to make the order a rule
of Court, and to direct further that no applicationis to be made
for a rule until the lapse of fourteen days from his own
decision. It is doubtful if the Comptroller has any power what-
ever to deal with costs in the High Court or to direct people
not to apply to it. In some cases recently this course has not
been followed (probably for the reason stated), and applications
have been made to the Court to have the order for costs made
a Rule of Courf, and for the costs of such application, which
applications (to Mr. Justice Sargant) have been successful.

The appeal from a decision of the Comptroller under
sect. 26 1s to the Court, and by seet. 92, sub-sect. (2), as
amended by the Act of 1919 : « Where by virtue of this Act a
decision of the Comptroller is subject to an appeal to the Court, or
a petition may be referred or presented to the Court, the appeal
shall, except in the case of a petition for the revocation of & patent
under section twenty-five of this Act and, subject to and in
accordance with rules of the Supreme Court, be made and the
petilion referred or presented to such judge of the High Court as
the Lord Chancellor may select for the purpose. An appeal shall
not lie from any decision of such judge except in the case of an
order revoking or confirming the revocation of a patent.”

The practice on appeal to the Court is governed by rules 4,
5 and 6 of Order LIIIA, The petition is set down in the
witness list, and the evidence used is that given before the
Comptroller unless leave be given to call further evidence.

SURRENDER OF PATENT.

Under sub-sect. 3 of sect. 26, “ 4 Palentce may at any time
by giving notice tn the prescribed manner to the compiroller offer
to surrender his patent, and the compiroller may, if after giving
notice of the offer and hearing all parties who desire to be heard
he thinks fit, accept the offer, and thercupon make an order for the
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revocation of the patent” Under sub-sect, 4 an appeal hes to
the Court from the Comptroller’s decision. The Practice is
governed by rule 78. The object of the section 13 to relieve a
patentee from the onus of having to submit to an order revoking
the patent under sect. 25, in which case even when he consents
he usually had to pay the costs. A licensee might object to the

invention being thrown open to the trade and would probably
appear and oppose the surrender.

135
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CHAPTER X
AMENDMENT OF SPECIFICATIONS,

IN previous chapters we have seen that the specification may
be amended before publication as a result of the procedure on
application and acceptance or on account of opposition to the
grant. We now have to deal with cases in which the applicant
or patentee desires to amend the specification after publication.
The extent to which this may be done and the procedure are
regulated by sects. 21 and 22 of the Acts of 1907—1919, and
rules 64—68.

The history of the la.w on this matter 1s, however, instructive.
There are several reported cases showing that at common law
mere clerical .errors in a specification might formerly be
amended by the Master of the Rolls or the Lord Chancellor
upon petition, but these amendments were strictly limited to
verbal or clerical errors arising from mistake or inadvertence (a).
In Gare’s Patent (L. R. 26 C. D, 105), DBrett, M.R., allowed
amendments of clerical errors in a specification filed under
sects, 27 and 28 of the Patents, &ec. Act, 1852 (d).

Sect. 70 gives to the Comptroller power to correct any
clerical error in or in connection with an application for a
patent on payment of the presciibed. tua

We have seen that a patent for & vbry meritorious invention
may be utterly vitiated by the’ patentee claiming something
which is not new; so, also, a nabent might be rendered void
by reason of innocent mlsdeqcrlptu )0 or misrepresentation.

The common law power of a.maudment being found insuffi-
cient for the purposes of ,]m,\blce 111 such cases, the Act 5 & 6

() Skarp s DPatent, 1 W, }? C. g b) See  also  Berdan's Patenh
619 ; Johnson's Patent, L. R. 5 C. D, L R. 20 Eq. 346.
503. I
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Will, IV, c. 83, was passed, enabling “any person who as
granlee, assignee, or otherwise, hath obiaincd, or shall hereafier
obtain, letters patent, &e.,” with the leave of the law officer, to
disclaim any part of the *title of the invention or of the
specification, stating the reason for such disclaimer ;" or, with
such leave as aforesaid, to “enter a memorandum of any
alteration in such title or specification (not being such dis-
claimer or such alteration as shall extend the exclusive right
aranted by the said letters patent), &c., &ec.” The case of
Spilsbury v. Clough (1842, 2 Q. B. 466) having very much
limited the meaning of the words of the statute, printed above
in italics, the Act 7 & 8 Viet. ¢, 69, was passed, giving power
to the original patentee, or his assignees, or both jointly, in
the event of any interest in the patent remaining in the
original patentee, to file a disclaimer or memorandum of
alteration.

It will be observed that prior to the Act of 1883 any
disclaimer or amendment made by the patentee was entirely at
his own peril, and that in any subsequent action involving the
validity of the patent objection might be taken to the disclaimer
or amendment on the ground that it really extended the patent
beyond its original limits.
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The provisions of sect. 21 of the Act of 1907 (following The Act of

sect. 18 of the Aot of 1883 as amended by sect. 5 of the Act 1907.

of 1886) are as follows :—

Sub-sect, 1 provides—

(1) “ An applicant or a patenice may at any time, by request
in writing left at the Patent Office, seck leave o amend Ius
specification, including drawings forming part thereof, by way of
disclaimer, correction, or explanation, stating the nature of, and
the reasons for, the proposed amendment,”

When the Comptroller-General has not required an amend-
ment, all amendments by the applicant or patentee from the
date of lodging the complete specification (save those made
under sect. 22 to be considered hereafter) must be made under

geet, 21.

“The patentee,” as has been pointed out in a previous
chapter, means the person for the time being entered on the
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register as the grantee or proprietor of the patent, while “the
applicant” means the person whose patent has not yet been
sealed, but whose complete specification has been lodged, and
includes the legal representative of such & person.

Amendments  Directly the specification is accepted it beccmes open to

:‘ﬁ:r ,}ﬂﬂ:"a’ public 1nspection (see sect. 9), and therefore the application to

seck. £1. amend will have to be made under sect. 21. The practice of
the Patent Office is to allow amendments under sects. 6, 7 and
3 before acceptance,

Permissible We will deal firstly with the nature of permissible amend-

amendments. 1 ants and refer later to the practice.

Nature of (6) “No amendment shall be allowed that would make the

gﬁgggﬁﬁm specification as amended, claim an invention substantially larger
than or substantially different from the tnvention claimed by the
specification as it stood before amendment.”

It will be observed that the amendments are to be by
disclaimer, correction or explanation, provided the amendment
does not cause the specification to claim an invention substan-
tially larger or different. The Act of Will, IV,, after using
the words “disclaimer” and “ alteration,” provided that no
extension should take place in the *exclusive right” granted
by the letters patent. |

Under the Acts of 1883 and 1907 it is not the exclusive
right which must not be extended, but the invention must not
be substantially larger or different.

Cases to The case of Dellwik’s Patent (15 R. P. C. 682) is in-
Mlustrate.  gtructive on this point. The inventor had originally deseribed
improvements in incandescent mantles for gas lighting, in
which he enumerated a long list of mefallic oxides which
might be used to coat the mantles, and he described an
elaborate theory of the behaviour of the mantles so treated,
attributing it partly to the relative conducting powers of the
mantle and the coating. His claim was: “The herein-
described process of treating incandescents which are non-
conductors of heat, such as the oxides of calcium, magnesium,
aluminium, zirconium, and similar metals of this group, or
compounds of these oxides,” by covering or saturating them
with a coating of refractory oxide of a heavy metal or metals.”
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The proposed amendments were to cut out all the descrip-
tion of the theory, the words “non-conductor of heat* and
“similar metals of this group” in the claim, and to substitute
for the words “with a coating of refractory oxide of a heavy
metal or metals” the words *with a coating of chromium
oxide,” chromium oxide being one of the coatings in tho list
set out in the body of the specification.

Sir Robert Finlay, S.-G., held that the amendments were
permissible, since an inventor is not bound to set forth an
accurate theory, mnor, indeed, any theory of the behaviour of
his invention, and said: “It is perfectly frue in this case that
the patentee desires to throw a very large part of his cargo
overboard, but I confess that I think for all that it is a case of
disclaimer. It may be a case of disclaiming six-sevenths, or
nine-tenths, or ninety-nine hundredths of what was contained
in the original patent, but for all that he is not introducing
anything new; he is merely retaining one of the elements
which formed the subject of the alleged invention contained in
the original patent.”

But where a claim is for a combination, an alteration of that Nature of
combination
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combination will mean that the claim will be for a different ypaiterabie.

invention.

The case of Parkinson's Pafent (13 R. P. C. 609) 1s an
instructive example of a disclaimer which would have made
the claim not wider, but different from what it originally was.
The claim originally was for the combination of A. and B. to
operate on a new principle, It was found that the principle
aad the combination of A. and B, for effecting 1t were well
known, The proposed amendment was to disclaim the mere
combination of A. and B., and toclaim A. and B. in combina-
tion with the other portions of the apparatus. Sir R. Finlay,
8-G., said: “To my mind the specification as amended, if
this application were allowed, would be for something substan-
tially different from what the paten$ originally claimed . . .
the patentee claims the combination of the sieve with the sido
deposit surfaces, tapering or mot tapering, . . . What would
be the effect of the patent as amended ? It would bereally for
& new combination: for the combination of the sieve and side
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deposit surfaces with the other parts of the apparatus indicated
by the words in the proposed amendment: Other portions
of the apparatus substantially in the manner hereinbefore
described, so as practically to free the escaping air from
particles of dust.” That may or may not be a good claim, but
to my mind it i8 perfectly impossible to say that i1t 1s not
substantially different from the naked claim . .. for the
combination of the sieve with side deposit surfaces.”

Where there are in the original specification two claims for
A. and for B. respectively, it is not permissible to amend by
substituting for these claims one for A. and B. in combination,
since the combination is a different invention. The casoe of
Kelly v. Heathman (45 C. D. 256; 7 . P. C. 343), which
secems to have been at one time considered an authority to
the contrary, was explained by Sir E. Carson, S.-G., in his
decision in Hattersley and Jackson's Patent (21 R. P. G
233). Mr. Justice North had held in the former case that
there was no objection in that particular case to the amend-
ment, but he so decided upon the ground that even befors
amendment there was a claim to a combination, though not
happily expressed, and that the amendment amounted to
nothing more than a correction or explanation, which is, of
course, admissible (¢).

The same point is illustrated by the decisions in the case of
The British Thomson-Houston Co.’s Patent (36 R. P. C. 251)
where the claim was “ The method of working tungsten, which
consists 1n subjecting the metal in 2 coherent form to the action
of heat while it is being operated on or manipulated.” There
had been claims for particular methods of obtaining the metal
“in a coherent form,” which claims had been struck out by a
former amendment although the methods were still described
in the body of tue specification. It had been held by the
House of Lords that the claim was meant to cover the treat-
ment under heat of {ungsten brought into & coherent form by
any method whatsoever, and that it disclosed no invention and
was invalid. The patentees sought to amend by inserting
before the. claims the following passage which they said was a

(¢) See also Goltstein’s Application, 27 R, P, C. 289,
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disclaimer: “We desire it to be understood that by the ox-
pression ¢ coherent form ’ and ¢ coherent metal ’ in the claims we
exclude any forms of tungsten other than those agglomerated
from tungsten powder and rendered very denge and strong by &
heat treatment very near the melting point.,” Mr. Justice
Sargant (afterwards supported by the Court of Appeal) said:
“ As the specification is proposed to be amended, it will be for
working under heat coherent tungsten which has previously
gone through a process of agglomeration and fierce heat treat-
ment., There is here an: obvious addition to that which is
claimed as defining or constituting the invention. The inven-
tion has an extra element added to it and is correspondingly
more specific and more capable of reaching that degree: of
inventiveness which results in subject-matter. . . . It appears
to me that this is not mere disclaimer, and further that, after
the alteration, the invention claimed will be substantially
different from that claimed by the specification ” (d).

In Johnson's Patent (13 R. P. C. 659) Sir R, Webster said :
“Disclaimer is not to be used solely for the mere purpose of
turning an insufficient description into a sufficient description.
Of course, it is to be used for the purpose of turning an
ambiguous specification into a clear specification, but not for
the purpose of turning an insufficient description into a sufhi-
cient, especially if the amendment introduces- subsequent
knowledge.” |

In the case of Beck and Justice's Patent (Griff. L. O. C. 10),
the specification described “improvements in nozzles for the
escape of steam or gases under pressure,” The proposed amend-
ment included directions for modifying the invention for use in
gas engines. (ias engines were not mentioned in the original
specification, and it was admitted that the amendment was
rendered necessary by the development of them, which had
since taken place. The amendment was not allowed.

Sir R. Webster, A.-G., said : “ My idea of the function of an
explanation within sect. 18 is to explain more clearly what 1s
necessary to understand the meaning of the patentee at the

() And sce Rhenische Gummi JXylonite Co., 20 R. P. C. 672, also
und Cellulodd Fabrik v. British  Henneliqué's Patent, 28 R, 1. G, 41,
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time he patented the invention. I do not think it is intended
that be should put in subsequently ascertained knowledge.”

Where no reason was shown by the patontee for requiring the
amendment, in the case of a specification which on the face
of it was sufficient without it, the law officer refused the
application (e).

In Hampton and Facer’'s Patent (Griff. L. O, C. 13), the
applicants desired to insert a statement in their specifica-
tion imputing disadvantage to former patents, The Solicitor-
General refused the application on the ground that he was not
at all satisfied that the faults imputed to those patents did in
reality exist.

An amendment which in effect amounts practically to the
re-writing of the whole specification will not be allowed (/).
In Nairn's Patent (8 R. P. C. 444) the original specification
contained a general description with diagrammatic drawings.
It was proposed to add a full deseription and drawings. This
was disallowed. An amendment which abandons the original
substantive claim and limits the invention to a subordinate
and unimportant alternative will not be allowed (g).

Under this section there is no power either to amend the title
or the provisional specification. 'When a complete specification
is filed with a narrower title than the provisional, the proper
course for the Comptroller-General to adopt is to amend the
title of the provisional (such amendment, however, must be
in the nature of excision only) or to give the applicant liberty
to insert a disclaiming clause in the complete specification
and assimilate the title of the complete to that of the
provisional (%),

Under the Act of Will. IV,, when a patentee sought to
disclaim, it was necessary that he should give his reasons for
the proposed disclaimer, but he was not compelled to stato
reasons for o proposed alteration. Under the present statute

() Nordenfelt's Palent, Griff. (9) Ileath and Frost’s Palent,
L. O, C. 18, Grifl. P. C. 310; Crist's Application,
(f) Nairn's Patent, 8 R. P. C. 20 R. P. C. 475.
444; QGarnett’s Application, 16 (b} Dart's Patent, Griff. P. C.
R. P. C. 154; Crist’s Application, 307.
20 R. P, C. 475 (sce p. 186, ante).
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he must give his reasons for any amendment, whatever the
form of the amendment may be. The reasous will, of course,
vary with each case—c.g., that the patentee has discovered
that parts of the invention claimed are not new, or are useless,
or that certain phrases and terms as originally used need
explanation, or that parts of the machine or process as deseribed
will not work.

The reasons for an amendment form no part of the amend-
ment 1tself (z). And the proceedings on amendment cannot be
used subsequently to effect construction of the amended
specification (7)

If the reasons do not disclose any ground on which the
amendment ought to be allowed, the application will be dis-
missed (%) ; but the amendment will not be refused merely on
the ground that the reasons given for it are not conclusively
sufficient (J).

In Morley’s Patent (32 R. P. C. 473) the Comptroller had Removal of
inserted o specific reference owing to the result of the search fopwence.
ag to novelty. The applicant amended his specification under
sect, 21, and the law officer allowed the reference to be removed
a3 being no longer necessary.

Amended specifications are printed with the amendments Method of
shown in erased type, and this is the case even when a reference Sranas
to 2 prior specification has been removed as the result of the |
amendment (m).

Prohibition will not lie to the law officer in the exercisc of No prohibie

_ ) . ] . tion to law
his discretion under fthis section (Van Gelder's Palent, ggeer,

6 i, P. C. 22).

By sub-sect. 2 of sect. 21 “ the request, and the nature of such
proposed emendment, shall be advertised in the prescribed manncr,
and at any teme within one month from its first advertisement any

person may give notice at the Patent Office of opposition to the
umendmend,”

(1) Canninglon v. Nuttall, 1871, L. O, C. 18,

L. R. 5 H. L. 205, 227, 228, () Ashworil’s Patent, Grifl.
(7} Boisden Drake Co. v. Bowden L. O, C. 0.
Wie, Ltd., 30 R. P. C. at p. 571. (m) Morley’s Patent, 32 R. I, C.

(k) Nordenfelt's Pualent, Griff. 473.
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In Ashwortl’s Patent (Griff, L, O. C. 7), Sir H. Davey, S.-G,,
said : “The section (18 (2) of the Act of 1833) does nof
in terms say the reasons are to be advertised, but prebably the
reasons are a part of the request.”” It is mot the practice,
however, to advertise the reasons.

The section says that “any person” may oppose. This is,
of course, limited in exactly the same manner as an opposition
entered to a grant (see p. 174, ante).

(3) “ Where such a notice is given the Comptroller shall give
notice of the opposition to the person making the request, and shall
lear and decide the case.”

The Comptroller exercises the power to lmmpose conditions
aiven in express terms to the law officer under sub-sect. 5 ().

But in the case of applications for leave to amend patents
aranted since the Act of 1883 conditions will not be imposed
except under special circumstances.

In Allen’s Patent (Griff. L. O. C. 3), application was
made to amend a specification dated 1885. The opponents
asked that a condition should be imposed that Allen should
not bring any action or bring any proceedings whatever against
them or any of their customers, &c., in respect of any articles
which had been sold or contracted to be sold prior to the
amendment. Sir E. Clarke, S.-G., having consulted Sir E.
Webster, A.-G., gave the following decision : “I have carefully
considered the question whether, in allowing this amendment,
I ought to impose any condition as to the bringing of actions
for infringement prior to the date of the amendment. This
appears to be the first case in which that question has come up
for decision in respect of patents issued since the passing of
the Act of 1883, In several cases which came before the law
officer shortly after the passing of this Act I find that they
imposed, as a condition of the amendment, that no action
should be brought for infringements prior to 1st January, 1884.
An examination of these cases, as reported in Griffin’s P. C,
shows that the reason for their so doing, and in each case
(whatever its date) referring back to the 1st January, 1884,

(n) DPietschmann’s Patent, Griff, 9 R. P. C. at p. 1G8.
P. C. 314; Andrew v. Crossley,
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was, that they doubted whether sect. 20 would avail to protect
persons who were sued for infringements alleged to have been
committed prior to the passing of the Act. No such question
arises here. This patent was dated 20th October, 1885, and
if after amendment an action is brought$ for a prior infringe-
ment, it i clear that the Court will have to decide whether
the matters referred to in sect. 20 (sect. 23 of the Act of 1907)
have been established to its satisfaction. I do not think that
I am entitled to substitute my own opinion for that of the
Court. Again, I do not think that I could in strictness attach
this as a condition to the allowance of this amendment. I
could only require an undertaking from the applicant, as was
required by Sir H. James, A.-G., in the Westinghouse Casc.
If he were to refuse to give such an undertaking, I do not feel
myself entitled by that refusal to deprive him of the oppor-
tunity of protecting the real invention deseribed in his specifi-
cation by a disclaimer of that which I am satisfied he does not
mean to claim. 7T therefore do not think I can properly impose
this condition ” (o).

In Ashwortl’s Patent (Griff. L. O. C. 6), Sir H, Davey, S.-G.,
said: “If I saw, or if there was any cvidence before me, that
the patent had been used for the purpose of endeavouring to
obtain a monopoly larger than that which the specification
as amended claims, I should consider that a special circum-
stance. If, for example, the patentees had been-threatening
persons and endeavouring to prevent persons from making or
selling wire hardened and tempered in a mode different from
that which is claimed, I should consider that a special civcum-
stance, and under those circumstances, as far as I am per-
sonally concerned, I should impose the condition that no action
should be brought for anything done at any time before the
smendment ” ( p).

The nature of the conditions imposed by the Court will be
discussed at p. 210. |

The specification is considered to be amended from the
moment that leave to amend is given, and the conditions imposed,

(0) Iollowed in Piit’s 'Patent, i8 (p) And see Davies' and Davies®
R. D, C. 478. Palent, 28 R. P. C. 50.
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if any, agreed to (¢) ; no written undertaking by the applicant
is nccessary, although it is the practice in the Patent Office fo
require some such undertaking as conclusive evidence of tho
agreement (»), since<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>