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introduce the patent under which counsel contends that its ap-
paratus 1s made. [ts contention here is that the patent is a
puzzling one difficult to comprehend, and that an expert should
have been called to show just what i1s the structure, mode of
action, and result of the patented apparatus and also of defend-
ant's; that in no other way could it be made to appear that
there is such identity of structure and function as would sustain
a finding of tnfringement.

\We do not agree with defendant’s counsel. We find noth-
ing difficult, intricate, or puzzling about the specifications, the
drawings, or the single claim, on which complainant relies. os-
sibly an expert, if allowed to talk long enough, might have made
them seem puzzling by the use of 2 multitude of words, and the
reading into the description of propositions emanating from the
expert’s own brain, unsuggested by anything in the specifica-
tions,  Just what the structure 1s, how it works, and what re-
sults from 1ts operation, is set forth in plain language in the
patent; there is nothing improbable in the results which the
inventor asserts, an assertion to which the Patent Office gave
credit.

Morcover, the structure of the defendant is so nearly iden-
tical that the action of similar materials rotated in the tumbling
barrels of both machines must, in the absence of proof to the
contrary, be taken to be the same. Indeed, the spacing of the
different sized pebbles in defendant’s blueprint of its apparatus
indicates that the action is the same. Defendant uses the tum-
hling barrel of the patent, but has two conical barrels and twao
outlets and a different method of feeding. Mere duplication
will not avoid infringement. and i1t seems quite clear to us that
defendant has appropriated the substantial {features of the clam.
And if there is not identity of elements operating to produce the
csame results, there 1s certainly such equivalency as to constitute
miringement of a patent not confined to specific forms, Com-
plainant 1s to be commended for not overloading such a simple
case with expert testimony, and we think the decree should be
affirmed, and that nothing further nced be added to Judge Ha-
zel's opinion.  As to the statement that defendant’s apparatus
1s butlt under some patent of 1ts own, we cannot guess at what
that patent 1s: 1t may onlv cover the *“ideal spiral feed™ referred
to in defendant’s circulars and which i1s a mere addition to the
mvention of Tlardinge. Tf defendant intended to rely on this
patent for protection, 1t should have put it in evidence.

Decree affirmed, with costs,
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481, COLT'S PATENT FIREARMS MFG. CO. v. NEW YORK SPORTING
GOODS CO., 190 Fed. 553, 111 C, C. A. 405 (1911, Second
Circuit. Patent No. 580,924).

Before Lacombe, Coxe and Noyes, Circuit Judges.

Per Curiam, * * *

The other claim relied upon is:

“13. In a firearm, the combination with a frame and a barrel
mounted on said frame, of a breech block or bolt carrier, com-
prising a breech-bolt and a forward semi-tubular extension to
cover the barrel, and having an opening forward of the breech-
bolt to permit the ejection of the shell.”

In the opinion of a majority of the court it cannot be success-
fully contended that the Drowning patent, No. 580,924, covers
a generic invention. Automatic firearms, embodying the gen-
eral principles of the Browning device, had long been known,
and are shown and described in numerous prior patents here-
tofore referred to, notably the patent to Borchardt,

As time progressed defects were discovered, and, as usually
happens in so promising a field, many skilled workers in the art
entered upon the task of remedyving these defects: the result
being the compact and eftective arm of the present day. Some
of these men were inventors, others were skilled mechanics, and
frequently the changes, even when made by men possessing the
inventive faculty, required only the skill of the calling. The
finished product of today, is to a large extent the evolution of
successive improvements developed as experience demonstrated
their necessity,  Drowning does not assume to be a pioneer., He
distinctly says that his additions and changes are hut improve-
ments upon existing structures. It is not pretended that Drown-
ing was the first to construct an automatic recoil-operated fire-
arm containing as essential elements the frame. the barrel, and
the breech-slide. He has made certain definite and meritorious
improvements upon this firearm, consisting, as the complainants’
expert states, “in a definite structural and operative relation of
these three clements to one another in the organization of the
pistol.”

It is manifest, thercfore, that though he is entitled to the
rewards of his contribution to the art, and to a reasonable range
of equivalents, he is not entitled to the fruits of the labor of others
who have endeavored to reach the same result by improvements
along different lines. Other inventors have the same right as
Browning to improve the combination of the frame, barrel, and
breech-slide, and, if the result be accomplished by eclements
differing from his to the extent that thev cannot be regarded as
clear equivalents, thesc inventors cannot be held as infringers.
In other words, the claim cannot be given a broad construction.
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It must be confined strictly to the elements as shown and de-
scribed, * * % |

We are convinced that we must follow the familiar rule and
interpret the claim in the light of the specification, conceding
to Browning all that he has accomplished, but not permitting
him to collect tribute from an independent inventor, who has
made other improvements in an already crowded art. The
three elements of the claim—the frame, the barrel and the
breech-block—are not any f{rame, barrel, and breech-block,
but Browning’s f{rame, barrel, and breech-block, as de-
scribed and shown in his specification and drawings., It
1s not enough that the deiendant has these three elements, unless
they are found in the environment and operating in the manner
described by Browning. They cannot so operate and accom-
plish the result sought by him unless they have the characteris-
tics and perform the functions pointed out in the patent. llis
combination will not operate unless its members are assembled
as he directs. The frame and the barrel must be so constructed
as to permit the “limited double movement” which 1s so clearly
emphasized. \Without this the combination is inoperative.

The barrel of the patent must have a longitudinal and also
a vertical movement. The bolt-carrier comprises the bolt as
an integral part thereof. In the defendant’s pistol the barrel
is not mounted on the frame, but is mounted on the bolt-carrier.
It has no longitudinal or vertical movement, but is fixed against
both. The “double limited movement” of the patent 1s there-
fore wholly absent. In the defendant’s structure the breech-bolt
is separate from the bolt-carrier; in the patented structure the
carrier comprises the bolt as an integral part thereof.

Many other differences between the two structures couid he
pointed out, but sufficient has been said to indicate our views.
It is enough that the defendant’s pistol does not have one of
the clements of the combination of the claim, namely, a barrel
mounted on a frame. Neither does it have the “limited double
movement” which is an essential ingredient of the combination
of the claim.

The complainant advances the ingenious argument that the
defendant’s barrel is mounted upon the frame, because the breech
bolt carrier, upon which it is actually mounted, is slidingly
mounted on the frame. In support of this contention it 1s as-
serted that “the harrel is mounted upon the frame just as truly
as a rider is mounted upon a horse, in spite of the use of a sad-
dle.”

Undoubtedly a rider is mounted upon a horse, even though he
wears breeches and has a saddle under him; but the illustration,
though specious, fails, we think, for lack of resemblance. We
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might suggest another and, perhaps, a more relevant simile.
\Would it be accurate to assert that the locomotive engineer seat-
ed in his cab is mounted on the rails, because his engine is so
mounted?

In the most favorable view for the complainants, which can
be taken of the evidence, infringement of the thirteenth claim
is involved in doubt.

It follows that the decree of the Circuit Court must be af-
firmed, with costs.

432, AMERICAN AIR CLEANING CO. v. GENERAL COMPRESSED AIR
& VACUUM MACHINERY CO. 195 Fed. 744 (1912, Seventh
Circuit. Patent No. 690,084).

Before Baker, Seaman and Kohlsaat, Circuit Judges.

Baker, J.: * * %

For the claims in suit to have any validity, in view of the
statement of the nature and scope of the invention made 1n the
specification and particularly in view ot the prior art, the words
“substantially as described” must be taken to limit the claims
to a structure which will accomplish the stated objects of the
invention in substantially the manner described in the specifica-
tion. State Bank v. Hillman’'s, 180 Fed. 732, 736, 104 C. C. A.
08; Pope Mig. Co. v. Gormully & J. Mfg. Co., 144 U. S, 248, 253,
12 Sup. Ct. 641, 36 L. ed. 423; Westinghouse v. Doyden Power
Brake Co., 170 U. S. 537, 568, 18 Sup. Ct. 707, 42 1. ed. 1136;
Singer Mig. Co. v. Cramer, 192 U. S, 265, 284, 285, 24 Sup. Ct.
201,48 L. ed. 437. So limited, the claims are not infringed, * * *

433, WOLFF TRUCK FFRAME CO. v. AMERICAN STEEL FOUNDRIES,
195 Fed. 940 (13912, Seventh Circuit. Patent No. 563,044).

% %k

The case 1s thus stated by the trial judge: “The bill charges
infringement of claims 2, 3, and 6 of patent No. 569,044, granted
to J. S. Hardie on October 6, 1896, for a metallic car truck. The
claims in suit read as follows, viz.:

“2. A car truck, comprising two truck-arches rigidly con-
nected with each other, each truck-arch having a transverse op-
ening, the upper portion of which is contracted, a truck-bolster
- fitted in the upper portion of said openings, and springs scated
in the openings and below the truck-bolster and respectively
bearing against the truck-bolster, substantially as described.

“3. A truck having two truck-arches, eaclh formed with an
opening, the upper portion of which is contracted, a truck-bolster
having its ends respectively fitted within the upper portions of
said openings, and means within the upper portions of said
openings, and means within the openings and below the truck-
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bolster by which the truck-bolster 1s held in place, substantially
as described. * * %
“0. A truck having a truck-arch formed with an opening, the
ccntml portion of which is enlarged over the ternunals, 4 Spring-
at fitted within the contracted lower portion of the opening,
nprmg s rested on the spring-seat, and truck-bolster fitted within
the upper contracted portion of the opening, and engaged by the

springs, substantially as described.
.

“The application upon which the patent in suit was granted
was filed January 23, 1896. Of the four orniginal claims asked
for, none claimed the contracted upper part or the enlarged cen-
tral portion. Original claims, 1, 2, and 4 were rejected.  Orig-
inal claim 3. which covered principally the means for placing
and holding the bolster in the contracted upper part, was al-
lowed. Thereupon Hardie canceled original claims 1, 2, and
4, and added claims 2 to 9, nclusive, among which appear the
clatms m suit.  Now for the first time appears a claim for the
contracted upper end and the enlarged central portion of the
opening.  No new spectfication or drawings were filed, nor was
the change m the claims sworn to.  The drawings disclosed the
contracted upper portion and the enlarged central portion of
the opening, but no reterence 1s made thercto in the specifica-
tion.”

- = b e

Before Baker and Secaman, Circuit Judges, and Sanborn, Dis-
trict Judge.

Sanborn, District Judge (after stating the facts as above):

(1) The gist of the testimony so taken under objection is
that Hardie's real invention was a truck adapted for use with
any bolster then known, and particularly suited to that of the
tvpe of the Schaffer bolster, having column guides, but which
cannot be mserted into the sicde-frames unless the opening is
enlarged in the manner shown 1n the patent drawings, But as
the purpose of this enlargement i1s not explained in the patent
or file wrapper, and since the bolster shown in the patent needs
no such enlargement (working just as well with a square open-
ing). a situation results w here the sole patentable novelty as-
serted resides in an element wholly without use or function, and
which mnght just as well have been entirely omitted uniess
explained or aided by something outside the four corners of the
patent itself. I‘rom this it will be seen how very important this
testimony becomes. \Without it the patent as now construed
by appellees has no force or effect. It mav well be called Har-
dic's reissue. Morcover, his storv is most persuasive. almost
pathetic. IHis car truck has been Inghly successful in the hands
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of his assignee, as evidenced by its enormous sales. The picture
of the poor but brilliant inventor being cheated out of his val-
uable discovery by the misapprehension of his solicitors is an
appealing one, well calculated to influence any court. It was said
upon the argument that this testimony was taken without a
shadow of doubt of its admissibility; and it is undeniable that
evidence to show the patentee’'s equities is very common in pat-
ent cases, while motions to strike out such evidence are cor-
respondingly rare. Therefore the question of admissibility be-
comes a vital one upon which alone depends the validity of the
patent.

The patent record in suit presents a case quite similar to that
of a patent ambiguity in a contract. which, as Lord Bacon said,
could not be “holpen by averment.” The enlarged opening ap-
pears in the patent drawings, and is referred to in the amended
claims, but without any explanation of its purpose, or any sug-
gestion of usefuiness or function. After reading all there is in
the patent, the uncertainty still remains. When the file wrapper
is examined, it is found that the enlargement of the opening is
made part of the amended claims, but why this was done is just
as uncertain as before. The ambiguity is emphasized, but the
doubt 15 not dispelled. So we have an element shown in the
drawings, and counted on in the claims, whose purpose is a
mystery, entirely without any use or function. “A patent am-
biguity is an uncertainty that arises at once on the reading of
the contract. We do not have to wait until some other fact is
brought to our knowledge before the uncertainty is apparent,
but the doubt is suggested at once, and by the phrase itself.”
Strong v. Waters, 27 App. Div. 299, 50 N. Y. Supp. 257. A la-
tent ambiguity, on the other hand. is one brought out by extrin-
sic evidence, where the words, in themselves clear, apply equally
well to two different things., Petrie v. Trustees, 158 N. Y. 458,
23 N. K. 216. “Nothing is clearer than the general rule,” said
Judge Story, in Peisch v. Dickson, 1 Mason 9, Fed. Cas. No. 10,-
911, that “latent ambiguities may be removed by parol evidence,
for thev arise from proof of the facts aliunde: and, where the
doubt 1s created by parol evidence, it is reasonable that it should
be removed in the same manner. But patent ambiguities exist
in the contract itself; and if the language be too doubtful for any
settled construction, by the admission of parol evidence, you
create, and do not merely construe, the contract.”

(2) The question then arises whether the contract between
the government and the patentee, expressed by the patent, must
not be construed to exclude all reference to the enlarged opening.
Hardie's alleged use of the Schaffer bolster as an element of his
mvention was all before he filed his application. e tried to
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make it a part of his discovery, but through his solicitors’ fail-
ure to comprehend was unable to do so. Thereupon he aban-
doned the only forms of bolsters which could possibly have any
functional connection with his real invention, and substituted
an ancient form which in and of itself absolutely excluded the
only use, function, or novel result he was seeking to obtain.
On this basis the patent was issued, the contract made. To
allow the patentee now, by parol testimony, to make a wholly
different contract, and obtain an entirely different grant, is ut-
terly inadmissible. Even as against the government, the other
party to the grant, this would be unauthorized by settled princi-
ple, and how much less should it be allowed against the public,
in no way bound or concluded by such grant.

In Osgood Dredge Co. v. Metropolitan Dredging Co., 75 Fed.
670, 673, 21 C. C. A. 491, defendant’s declarations or admissions
tending to show patentability were shown in evidence. “In
that class of hitigation in which the results can aftect no interests
except those of the parties to it, the court may well give weight
to declarations of that nature; but with reference to a patent for
an invention, which is of public concern, such decl: ations are
of little consequence and ncither the inventor nor the alleged
infringer can be permitted to substitute his own acts or opinions
for the judgment of the court. It 1s a thoroughly well-settled
principle of patent law that in clear cases the court may, of its
own motion, adjudge a patent invalid, even if its inv ah(lltv 1S not
set up by the alleged infringer. Much more would it refuse to
be controlled by evidence of this kind which the complainant
thus brings to our attention.”

“Were it important to inquire which of these two men would
be most likely to produce a working machine having the ncc-
essarv characteristics, there can be little doubt that Mr. Brush
would be chosen., DBut such an mquiry seems irrelevant, The
patent law cannot be administered along such lines as these.
Patents are formal grants controlled by carefully drawn stat-
utes and strict rules, and must be construed as other similar
documents are construed. The court is not permitted to inquire
what the patentee might have done or was capable of doing.
The question is, What did he do? Conjecture and speculation
are out of place in interpreting the claims of a patent.” Coxe,
T., in Edison Electric Light Co. v. E. G. Bernard Co., (C. C.)
88 Fed. 267, 275.

On the other hand, the evidence may properly show the prior
art, the problem presented to the inventor, and all the surroind-
ing circumstances. in order that the Speciﬁmtions and claims
may be read in the light of the mventor’s actual knowledge, and
such information as the law imputes to him. TField, C. J., 1
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Giant Powder Co. v. California Vigorit Powder Co., (C. C.)
4 Fed. 720, 727, 728. Thus, a broad claim, when applied to the
disclosures of the prior art (presumed to be known to the in-
ventor), mnst be limited accordingly. Rules of construction
must be applied, to learn what the claim means. A latent am-
biguity arises, and to explain it the court may put itself in the
position of the inventor, and seek to know what he knew,
and what the law required him to know. But this is quite a
different thing from allowing him, by testimony showing "what
he tried to do, and how he unfortunately failed, to make a new
contract, based on evidence never disclosed either to the Patent
Office or the public, and whichh never saw the light until 1t
became necessary for his assignee to broaden the contract, and
include sometning which the patentec gave up, even though he
gave it up through mistake of law.

Two cases were cited on the argument in support of the con-
tention that the testimony of Hardie 1s admissible. These were
Ball & Socket Irastener Co. v. Kraetzer, 150 U. S. 111, 14 Sup.
Ct. 48, 37 L. ed. 1019, and Steward v. American Lava Co., 215
U. S.-161, 30 Sup. Ct. 46, 54 L. ed. 139. In both these cases,
however, the testimony was rather in the nature of an admis-
sion, made against interest, and was not seli-serving in its char-
acter, as were the persuasive cxplanations of the patentee in
this case. T'echnically speaking, IHardie had no interest, be-
cause he had assigned his patent; but his statements were not
agamst his interest, he having none, but were in support of his
assignee’s attempt to broaden the scope of the public disclosure’
of his specifications and claims.

Disregarding this evidence, as we must, we have the case
of an element not defined, vital to the validity of the patent as
now construed by appellees, and which is utterly without func-
tion or use. Within the loosest construction of the statute re-
quiring full, clear, concise description, the appellees’ contention
respecting the lawful scope of the patent in suit cannot be sus-
tained. DMerrill v. Yeomans, 94 U. S. 568, 24 L. ed. 235: Dates
v. Coe, 98 U. S. 31, 25 L. ed. 68; Incandescent Lamp Patent, 159
U. 5. 465, 16 Sup. Ct. 75, 40 L. ed. 221.

Within the rules of Blease v. Garlington, 92 U. S. 1. 23 L. ed.
521, and Nelson v. United States, 201 U, S. 92, 114, 26 Sup. Ct.
358, 50 L. ed. 673, settling the rule as to the return on appeal
of inadmissible evidence taken below, defendant’s counsel might
have moved beifore hearing to strike out so much of Hardie’s
testimony -~s related to his conferences with his solicitors, and
to his re.  ~-rention, or insisted on the hearing (as they did)
upon the ‘tion. Whatever action might have heen taken
by the co ither event, the evidence would nevertheless bhe
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part of the record on appeal, even if struck out by the trial
judge. Under the cases cited, and by the common practice, -all
evidence taken, whether struck out or not, is to go up on appeal.

The decree appealed from is reversed, with direction to dis-
miss the bill for want of equity.

433a,

[The patent 1s prima facie proof of invention, patentability
and regularity in its issue. Philadelphia, etc., R. Co., v. Stimp-
son, 14 Pet. (U. 5.) 48, 10 L. ed. 535; Corning v. Burden, 13
How. (U. 8.) 252, 14 L. ed. 683; Seymour v. Osborne, /8 U, S.
510, 20 L. ed. 33; Marsh v. Seymour, 97 U. S. 348, 24 L. ed. 963
Hunt Bros. v. Cassidy, 33 Fed. 257, 3 C. C. A. 523.]

434. ATLAS GLASS CO. v. SIMONDS MFG. CO.,, 102 Fed. 643, 42 C. C,
A. 204,

The meaning of the words “patent” and “patented” as used
in section 4887, is not difficult to ascertanr. The word “patent,”
originally a qualifying adjective applied to the “open letters”
bv which a sovereign grants an estate or privilege, has come
to mean, in connection with the so-called patent laws of the
United States, as well as in common parlance, the exclusive priv-
ilege itself granted by the sovereign authority to an inventor
with respect to his invention. \What the nature and extent of
the exclusive privilege thus granted by the constitution and laws
of the United States may be depends upon the terms of the act
of Congress providing for and regulating the same; and, when
this section 4887 speaks of an invention which has been pre-
viously patented in a foreign country, it obviously means an
invention with respect to which the inventor has received from
the sovereign authority of such foreign country such exclusive
privilege as its laws provide for or sanction.

435. BUTTERWORTH v. HOE, 112 U. S. 50, 28 L. ed. 636, 5 Sup. Ct. 25.
[See Const., Art. I, sec. 8.]

The legislation based on this provision regards the right of
property in the inventor as the medium of the public advan-
tage derived from his invention; so that in every grant of t.e
limited monopoly two interests are involved, that of the public,
who are the grantors, and that of the patentee. There are
thus two parties to every application for a patent, and more,
wlen, as in case of interfering claims or patents, other private
interests compete for preference. The questions of fact arising
in this field find their answers in every department of physical
science, in every branch of mechanical art; the questions of
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law, necessary to be applied in the settlement of this class
of public and private rights, have founded a special branch of
technical jurisprudence.

[The following under this heading are brief extracts to com-
plete the discussion. } :

436. BATES v. COE, 98 U. S, 34, 25 L. ed. 68S.

Power to grant patents is conferred upon the commissioner;
and when that power has been duly exercised, it 1s, of 1tself,when
introduced in cvidence in cases like the present, prima facie
evidence that the patentee 1s the original and first inventor of
that which 1s therein described as his invention. Proof may
he introduced by the respondent to overcome that presumption
but in the absence of such proof, the prima facie presumption
is sufficient to enable the party instituting the suit to recover
for the alleged violation of his rights.

435, PALMER V., CORNING, 156 U. 8. 342, 39 L. ed. 445, 15 Sup. Ct. 381.

There 1s no doubt that the letters patent are prima facie
evidence that the device was patentable. Still, we are alwayvs
required, with this presumption in mind, to examine the question
of invention vel non upon its merits in each particular case.

438, ¥ 'REN CO. v. ROSENBLATT, S0 Fed. 540, 25 C. C. A. 625.

The presumption referred to is sometimes defined to mean
that the patent itself is prima facie cvidence of novelty and of
invention, but that presumption is probably a mere rule of
evidence, which casts the burden of proof upon the alleged in-
iringer. This presumption cannot usurp the province of the
court to declare what constitutes novelty. The court should
give due consideration to the action of the patent office, but
should not permit that action to control tts deliberate judgment
when 1t 15 manifest that there is no invention.

439, NMOGERS v. FITCH, 81 Fed. 959, 27 C. C. A. 23.

In view of the fact that the examiners-in-chief seem not to
have had the remotest conception of what the specifications
showed, or of what I'ulton claimed, the presumption in this case
of patentability arising from the allowance of the application
by the patent office is of no practical value.

440, FAIRBANKS, ETC., CO. v. STICKNEY, 123 Fed. 79, 59 C. C. A. 20",

The officials of the Patent Office, with the prior art before
them so found, and granted a patent. This action on their pait

[2—~PATENTS—VOL, 2.
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creates a presumption of patentable novelty, which presump.
tion can be overcome only by clear proof that they were
mistaken, and that the combination lacks patentable novelty.

441, ELECTRICAL ACCUMULATOR CO. v. BRUSH ELECTRIC CO., 52
Ted. 130, 2 C. C. A. 682.

If letters patent were to be treated by courts in the critical
and hostile spirit which a plea in abatement formerly encoun-
tered, the contention of the defendant would have technical
importance; but courts do not construe letters patent for the
purpose of their destruction.

442, THOMSON-HOUSTON ELECTRIC CO. v. WESTERN ELECTRIC
CO., 72 Fed. 530, 19 C. C. A. 1.

In the construction of a patent, it 1s not the personal intent
or understanding of the patentee, but the actual facts regarding
the invention, that are material.

443. ROBERTS v. RYER, 91 U. S. 150, 23 L. ed. 267,

The inventor of a machine i1s entitled to the benefit of all
the uses to which i1t can be put, no matter whether he has con-
ceived the idea of the use or not.

414, GOSHEN SWEEPER CO. v. BISSELL CARPET SWEEPER CO.,,
72 Fed. 67, 19 C. C. A, 13.

He is entitled to this beneficial function of his invention,
whether he then knew all its beneficial uses or not.

445, REECE BUTTON-HOLE MACH. CO. v. GLOBE BUTTON-HOLE
MACH. CO,, 61 Fed. 9538, 10 C. C. A. 194,

The rule is clear that ordinarily a patentee who is first to
make an invention is entitled to his claim for all the uses and
all the advantages which belong to it. so far as the new applica-
tion does not itself involve further invention,

4146, MULLER v. LODGE, ETC., TOOL CO., 77 Fed. 621, 23 C. C. A. 3537.

An inventor is entitled to all the uses of which his mvention
is capable, whether he then knew of all such uses or not. It 1s
not necessary that he shall state all the beneficial results, effects,
uses, or advantages of the mechanism which he has devised.

447, CANDA v. MICHIGAN, ETC., IRON CO., 124 Fed. 486, 61 C. C. A, 194.

If the patent gave reason to suppose that the inventor may
probably have contemplated that his device was capable of
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other uses, and made adequate provisions therefor, his invention
should be regarded as covering them, whether he mentioned
them or not, or whether he contemplated any other particular

use or not.

148, WESTMORELAND SPECIALTY CO. v, HOGAN, 167 Fed. 327, 93
C. C. A. 31

But the mere failure of a patentee to realize all the benefits
and possibilities of his invention is not fatal. The after-discov-
ery of unsuspected usefulness in a disclosed apparatus, far from
detracting from its value, may serve to enhance it.

449, TEMPLE PUMP CO. v. GOSS PUMP, ETC., CO., 58 Fed. 196, 7 C. C.
A. 174,

It is. of course, true that a mistaken description Oor even
misconception of the operation of a device which is itself ﬁtly
described and claimed, does not vitiate a patent.

450, WELLS v. CURTIS, 66 Fed. 318, 13 C. C. A. 494.

If the idea [of invention] was not present to his nmund, but
s an after-thought perceived from subsequent experience or
scientific inspection or analysis, it is obvious that there was no
invention in thus by accident, as it were, supplying the means
of a function not contemplated.

{61, PARSONS v. SEELYE, 100 Fed. 455, 40 C. C. A, 486.

A man may, under certain circumstances, be protected in
building stronger than he knows. And in this sense it is broad
enough to include the idea that, if the momentum element which
was described, or at least illustrated by the drawings, becomes,
in practical operation, a more potent and efficient element than
was understood, still the patent should not be rendered invalid
ior that reason.

452, GENERAL ELECTRIC CO. v. BULLOCK, ETC,, MFG. CO., 152 Fed.
427. 81 C, C. A. 569.

It does not follow that, because the patentee did not state
all the advantages of his invention, he was ignorant of them.
But if he was, vet if those advantages were rcally present, they
might properly be taken into account in cqtlmatmg the novelty
and utility of the invention. In a number of opinions of this
court 1t has been held that it is not necessary for the patentee
to describe in detail all the beneficial functions which he claims
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will result from his invention. It is enough if those functions
are evident and obvicusly contribute to the success of the in-
vention. |

403, WESTINGHOUSE ELECTRIC, ETC., CO. v. STANLEY INSTRU-
MENT CQ., 133 Fed. 167, 68 C. C. A. 523.

Possibly he valued no other two-phased alternating current
motors, or he conceived that there were no others, so that nat-
urally the practical application which he had in mind was lim-
ited accordingly. Nevertheless he is entitled to the advantage
of the well-settled ruie hy virtue of which an inventor who has
patented his invention is entitled to all the uses to which it may
be applied of the class to which he himself practically applied
it.

404, KUHLMAN ELECTRIC CO. v. GENERAL ELECTRIC TO,, 147 Fed.
709, 78 C. C. A. JT.

The object that Dobrowolsky seemed to have chiefly in mind
was to avoid the useless converting of energy into heat by the
constant and rapid changing of poles of the transtormer appara-
tus then in use. As things have turned out this has not proven
the chief actual advantage. * * ¥ Now though these ad-
vantages be different from the one chiefly in the patentee’s miud,
the invention will not on that account fail, if there be in the con-
cept an actual advantage, and the structure embodying it
evinces patentable invention; for a patentece is entitled, not only
to what he specifically sees, but to what has been brought about
by his invention, even though not at the time actually seen.

400, BATES MACH. CO. v. FORCE, ETC., CO.,, 149 Fed. 220, 79 C. C.
A. 178.

It is true that a patentee is entitled to all the beneficial uses
of his real invention, whether stated or not. DBut the fact that
this natentec, while enumerating in his specification some 12 ad-
vantages resulting from his improved construction has not cven
hinted at or suggested anv resulting capacity for vertical re-
moval of the plunger, is very persuasive that this element, in-
stead of being “the aim and purpose ef the invention,” of the
patentee, is rather the discovery of his expert.

456, BALL & SOCKET FASTENER CO. v. EDGARTON MFG. CO., 96
Fed. 489, 37 C. C. A. 52..

The patentee did not show the court what were the real ad-
vantages and extent of his alleged improvement, and therefore
the court was unable to find infringement in anything which
did not respend precisely to the form and letter of the patent.
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457, CLEVELAND FOUNDRY CO. v. DETROIT VAPQOR STOVE CO,, 131
Fed. 853, 68 C. C. A, 233.

But if the fact that his construction does effect the results,
and they are beneficial, he is none the less entitled to the bene-
fit of his invention though he may not have correctly under-
stood the principles of its operation. *

458 STILWELL-BIERCE, ETC.,, CO. v. ECFAULA COTTON OIL CO,,
117 Fed. 410, 54 C. C. A, 584,

An inventor is not required to describe in full all the bene-
ficial functions to be performed by his machine. If the thing
accomplished 1s a necessary consequence of the improvement
made and described, making it obvious that the inventor in-
tended the thing accomplished, though not specifically pointed
out, he 1s entitled to the benefit thereof in construing his patent.

459, BALL & SOCKET FASTENER CO. v. BALL GLOVE FASTENING
CO., 58 Fed. 818, 7 C. C. A, 498.

It is true that by a practice which seemns to have somewhat
gained favor in the courts, and which appears to be preferred
by some patent solicitors, a description is held sufficient, if from
it, aided by the drawings, the model, and the other parts of the
application, the invention can be fully ascertained. Rob. Pat.
sec. 489, note 1. In other words, the position seems to be that
what can be made certain by any reasonable amount of skill is
of itself certain.

While, however, it is not necessary, for the present case, to
consider how far a description is sufficient which gives only the
details of the article claimed, without stating the pith of what
the novelty consists of, or how far the invention extends, we are
compelled to repeat that the absence of this, in the case at bar,
alike in the specifications and in the proofs, in connection with
the complicated history of this second claim, and the entire lack
of explanation of the various steps taken in perfecting it, has
added to the difficulty which the court has had in arriving at its
conclusions. [Bill dismissed.]

460. SEWALL v, JONES, 91 U. 8. 171, 23 L. ed. 275.

The principle 1s this: The omission to mention in the speci-
fication something which contributes only to the degree of bene-
fit, providing the apparatus would work Dbeneficially and be
worth adopting without it, is not fatal, while the omission of
what i1s known to be necessary to the enjoyment of the inven-
tion 1s fatal.
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461, CROWN v. STANDARD, 136 Fed. 841, 69 C. C. A. 200.

The brevity and simplicity of his specification and claim do
not detract from the merit and validity of his patent, and are a
refreshing contrast to the verbosity of the patent in suit.

462, LYONS v. RUCKER, 106 Fed. 416, 45 C. C. A. 368,

A careful study of the great mass of words with which the
draughtsman of the patent seems to have sought to magnify
the invention, shows how extremely slight is the improvement
upon which complainant relies.

463, HEMOLIN v. HARDWAY, 138 Fed. 54, 70 C. C. A, 480.

But is is well settled that when a patent contains a sufficient
disclosure of the claimed invention, it will not be invalidated
either by the failure of the patentee to state the causes which
produce the operation, or by a mistaken statement as to the
reasons therefor. The sufficiency of the disclosure and the nov-
elty and utility of the result are the sufficient considerations for
the grant.

464, CONSOLIDATED SAFETY VALVE CO. v. CROSBY, ETC., VALVE
CO., 113 U. S. 157, 28 L. ed. 939, 5 Sup. Ct. 513.

The direction given in the patent is, that the flange or lip
is to be separated from the valve seat by about one sixty-fourth
of an inch for an ordinary spring, with less space for a strong
spring and more space for a weak spring, to regulate the escape
of the steam, as required. As matter of law, this description
is sufficient within the rule laid down in Wood v. Underhil], 5
How. 1, and it is not shown to be insufficient, as a matter of fact.

465, COCHRANE v. BADISCHE, ETC., FABRIK, 111 U. S. 293, 28 L.
ed. 433, 4 Sup. Ct. 455.

Every patent for a product or composition of matter must
identify it so that it can be recognized aside from the descrip-
tion of the process for making it, or else nothing can be held
to infringe the patent which is not made by that process.

466. EDISON ELECTRIC LIGHT CO. v. UNITED STATES ELECTRIC,
ETC., CO., 52 Fed. 300, 3 C. C. A. 83.

It is immaterial that the philosophy of electrical heating of
the pumps is better understood today than it was in 1879, so long
as the requirements of the patent would not be complied with
by one skilled in the art unless he did in fact so heat the iila-

ments.
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467, CEREALINE MFG. CO. v. BATES, 101 Fed. 272, 41 C. C. A. 341.

The statement of a process upon the part of a patentee, to
be sustainable, must not only clearly distinguish the old from
the new, so that the novelty claimed is obvious, but must point
out the new steps so definitely, that one wishing to use that
process for the production of the desired product, will have a
clear chart before his eye.

468, MATHESON v. CAMPBELL, 78 Fed. 910, 24 C. C. A, 384,

The applicants for this patent were in Europe and their
solicitor here evidently knew little, if anything, about the chem-
istry of azo products; and there is nothing in the record to sug-
gest that the changes which the solicitor made were due to
anything except his own ignorance, or that he had any intent
to mislead or to conceal. It is not doubted that an applicant
is bound by the acts of his solicitor, but this contention seems
to go beyond this wholesome rule when it seeks to void a pat-
ent, upon the theory of a fraudulent concealment or fraudulent
misrepresentation because, through the solicitor’s ignorance, the
specifications, when describing the process of manufacture, con-
tain some immaterial error or omission, which could not mis-
lead a person skilled in the art.

463, MAURER v. DICKERSON, 113 Fed. 870, 51 C. C. A. 494.

The suggestion that the description commencing with the
words “in carrying out my process practically 1 proceed as fol-
lows,” is only one specific example of the invention, is not to be
accepted. * * * TUndoubtedly the specification, as a whole,
evinces that the invention is limited to the para product. * * *
We cannot see that Matheson v. Campbell, 78 Fed. 910, 24 C. C.
A. 384, decides anything favorable to the contention of this ap-
pellant. The facts there differed radically from the facts of
this case. The patent Hinsberg unlike the patent invoived in
Matheson v. Campbell, is distinctly limited to one individual
product, fully described and unmistakably identified.

470, THOMSON-HOUSTON ELECTRIC CO. v. WESTERN ELECTRIC
CO., 72 Fed. 530, 19 C. C. A, 1. ,

To this mode of discussion section 4888 is pertinent. It re-
quires that an application for a patent (not the claim) shall
contain a written description of the supposed invention, and of
the manner of constructing and using it, “in such full, clear, con-
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cise and exact terms as to enable any person skilled in the art
¥ % * to make and use the same;” and it follows that, in
determining whether the invention described in one patent dif-
fers from that described in another, evidence may be heard—and,
in a difficult case, manifestly ought to be heard—concerning the
construction and actual operation of each. * * *

It may be conceded, as asserted, that the differences of op-
eration could he brought about by mechamcal changes so min-
ute that the most expert telephonist in the world, taking an
instrument at random out of the line could not tell by mere
inspection of it whether 1t would be a Reis or a Blake in opera-
tion and result; but a mere hearing would be enough., * * *
By way of further illustration, it is said that “there i1s a cabinet
in the Agassiz Museum at Cambridge, containing a row of
mounted skeletons, beginning at one end with a monkey and
ending at the other with a Caucasian. The difference between
the extremes is wide enough, but the two hali-way chaps look
like brothers. But they are not brothers. DBy neither man nos
monkey has a live one of either kind ever been mistaken for the
other, and in skeletons. with all the zeal of the Darwinians to
find the missing link, they remain, to the experts. easily distin-
guishable, and can onlv be said to resemble. In the hght of
present knowledge, the Caucasian, as an invention, is not antici-

pated by the Simian,

471. CROWN CORK, ETC., CO. v. ALUMINUM STOPPER COQ., 108 Fed.
845, 48 C. C. A, 72

The object of the drawings filed in the Patent Office 1s at-
tained if thev clearly exhibit the principles involved, and.
a case like this. rigid adherence to the dimensions thus ex-
hibited is not required or expected, and if an intelligent mechanic
would so proportion the dimensions as to secure practical re-
sults, inutility is not demonstrated by experiments with mate-
rial identical in form and proportion of parts with the draw-
ings in the patent.

472, WESTERN TELEPHONE MFG. CO. v. AMERICAN ELECTRIC
TELEPHONE CO., 131 Fed. 75, 65 C. C. A. 313.

But the drawings are not required to be working plans. They
must be read in connection with the description and claims, and
any inferences arising from omissions or inconsistencies in the
drawings must yield to 2 legally sufficient specification.

And see further:
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473. SCHREIBER, ETC., v. GRIMMN, 72 Fed. 671, 19 C, C. A. 67.

{174, ELGIN, ETC,, CO. v. CREAMERY, ETC., MFG. CO,, 80 Fed. 233, 25
C. C. A, 426,

475, DASHIELL v. GROSVENOR, 162 U. S, 425, 40 L, ed. 1025, 16 Sup.
Ct. 805. .

The very fact that a machine is patented 1s some evidence
of its operativeness, as well as of its utility,and where a model
is constructed after a design shown in a patent, which 1s not
perfectly operative, but can be made so by a slight alteration,
the inference is that there was an error in working out the draw-
ings, and not that the patentee deliberately took out a patent
for an inoperative device.

476, PACKARD v. LACING-STUD CO., 70 Fed. 66, 16 C. C. A, 639.

We are even further from an ability to determine that a
mechanic of ordinary skill in the art could not take the patented
machine in issue, and, with the aid of the specification, over-
come the minor difhiculty to which the appellant refers. The
law does not require more than this. Persons possessed of the
most brilllant conceptions are sometimes the poorest mechanics.

475, SCOTT v, FISHER, 145 Fed. 915, 76 C. C. A, 447.

It is frequently a charactristic of generic inventions that
their first embodiments work imperfectly, and where the 1m-
perfections may be remedied, as in this case, by what amounts
to a mere readjustment of reiative sizes, such change does not
affect the character of the underlying creative conception.

48, BATES v. COE, 98 U. 8. 31, 26 L. ed. 68.

Cases arise not infrequently where the actual invention
described in the specification is larger than the claims of the
patent; and in such cases it is undoubtedly true that the pat-
entees in a suit for infringement must be limited to what is
specified in the claims annexed to the specification, but it is
equally true that the claims of the patent, like other provisions
in writing must be reasonably construed, and in case of doubt
or ambiguity it 1s proper in all cases to refer back to the de-
scriptive  portions of the specification to aid in solving the
doubt or in ascertaining the true intent and meaning of the
language employed in the claims; nor i1s it incorrect to say that
due reference may be had to the specification, drawings and
claims of a patent, in order to ascertain its true legal construc-
tion. * * * In construing patents it is the province of the
court to determine what the subject-matter is upon the whole
face of the specification and the accompanying drawings.
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479. EVANS v. EATON, 7 Wheat (U. S.) 356, 5 L. ed. 472.

The specification then has two objects: one is to make known
the manner of constructing the machine (if the invention is of a
machine), so as to enable artisans to make and use 1t, and thus
to give the public the full benefit of the discovery atter the ex-
piration of the patent. * * * The other object of the speci-
fication is to put the public in possession of what the party
claims as his own invention, so as to ascertain 1f he claims any-
thing that is in common use, or is already known, and to guard
against prejudice or injury from the use of an invention, which
the party may otherwise innocently suppose not to be patented.
It is therefore, for the purpose of warning an innocent purchaser
or other persons using a machine, of his infringement of the
patent; and at the same time taking from the inventor the means
for practising upon the credulity, or the fears of other persons
by pretending that his invention is more than what it really is,
or different from its ostensible objects.

480, HOWE MACH. CO. v. NATIONAL NEEDLE CO, 134 U. S. 388, 33
L. ed. 963, 10 Sup. Ct. 570.

The claim is a statutory requirement, prescribed for the vary
purpose of making the patentee define precisely what his in-
vention is; and it is unjust to the public, as well as an evasion of
the law, to construe it in a manner different irom the plain
import of its terms,

481. CONTINENTAL PAPER BAG CO. v. EASTERN PAPER BAG CO,
210 U. S. 405, 51 L. ed. 1122, 28 Sup. Ct. 748.

The invention, of course, must be described, and the mode of
putting it to practical use, but the claims measure the invention.
They may be explained and illustrated by the description. They
cannot be enlarged by it.

482, GENERAL FIRE, ETC. CO. v. MALLERS, 110 Fed. 529, 49 C. C.
A, 138.

We may go to the description to amplify a claim, but we
cannot, out of the mere descriptive portion of the patent, wholly
create a claim.

483, CANDA v. MICHIGAN, ETC., IRON CO., 124 Fed. 486, 61 C, C. A. 194

The claims cannot be broadened or be made to include things
not therein included, but to know what is included we may re-
sort to the specification for the purpose of interpreting the claim.
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It is well settled that for such purpose, and especially wlen
the claim refers to the specification for further description, it is
proper to resort to the specification, if explanation is necessary.

484, ROBINS, ETC., BELT CO. v. AMERICAN, ETC., MACH. CO., 145
Fed. 923, 76 C. C. A. 461,

If any doubt existed as to the meaning of the claim, or if
it were susceptible of two interpretations, it would be both right
and proper that reference should be made to the drawings and
specifications, not for the purpose of changing or altering the
claim, but to ascertain its true and proper interpretation.

485, WHITE v, DUNBAR, 119 U. S. 47, 30 L. ed. 303, 7 Sup. Ct. 72.

Some persons seem to suppose that a claim in a patent is
like 2 nose of wax, which may be turned and twisted in any
direction, by merely referring to the specification so as to make
it include something more than, or something different from,
what its words express. The context may undoubtedly be re-
sorted to, and often 1s resorted to, for the purpose of better un-
derstanding the meaning of the claim; but not for the purpose of
changing 1t, and making it different from what it is. The
claim is a statutory requirement, prescribed for the very pur-
pose of making the patentee define precisely what his invention
is; and it is unjust to the public as well as an evasion of the
law, to construe it in a manner different from the plain import
of its terms.

486, SOEHNI:;JR v. FAVORITE STOVE, ETC,, CO., 84 Fed. 182, 28 C. C.
A. 317.

These are a few of the great number of cases in which the
foregoing rule has been approved and applied. Of course, if the
language of a claim, in the light of the specifications, does not
show that the patentee has described a practical combination,
there is an end of it, and the claim is nugatory.

487. NATIONAL ENAMELING, ETC, CO. v. NEW ENGLAND ENAMEL-
ING CO., 151 Fed. 19, 80 C. C. A, 485.

The rule is fundamental, in the construction of patents, that
the claim in the patent is the measure of the invention. The
specification may be referred to to explain any ambiguity in the
claim, but it cannot be referred to for the purpose of expanding
or changing the claim.
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488, . DURAND v. SCHULZE, 61 Fed. 819, 10 C. C. A. 97.

In the apt words of Judge Dallas, in rendering the decree of
the circuit court (60 Fed. 392), “the law prescribes that the claim
must be taken as defining preciselyv what the invention cov-
ered by the patent is, and, hence, the true question 1s, not what
the patentee might have claimed, but what he has claimed.”

489. LEWIS v. PENNSYLVANIA STEEL CO., 59 Fed. 129, 8 C. C. A. 41.

The patentee has disclosed only one particular construction
operating in a defined way, and this construction he has claimed.
It is idle to speculate whether or not he might have made a
broader claim. The court is powerless to relieve him from the
consequences of seli-imposed limitations,

490. DEY TIME REGISTER CO. v. SYRACUSE TIME RECORDER CO.,
161 Fed. 111, 88 C. C. A. 275.

When a claim is explicit the courts cannot alter or enlarge it.

491. HENDY v. GOLDEN STATE, ETC., IRON WORKS, 127 U. S. 370, 32
L. ed. 207, 8 Sup. Ct. 1275.

[Claims specifically covered cylinders with chambers or de-
pressions. Held, they could not bec construed to cover plain
cylinders.]

492, ASHTON VALVE CO. v. COALE, ETC., VALVE CO., 52 Fed. 314, 3
C. C. A, 98.

In insisting now that the defendant has incorporated this
vital feature in its safety-valve, the complainant seems to place
itself precisely within the animadversion of the Supreme Court
in the case of Western Electric Mig, Co. v. Ansonia Brass &
Copper Co., 114 U. S. 447, 29 L. ed. 210, 5 Sup. Ct. 941, where it
says, “It has been held by this court that the scope of letters
patent should be limited to the invention covered by the claim;
and, though the clatim may be illustrated, it cannot be enlarged
by the language of other parts of the spec1ﬁcat10n

493, ELECTRIC SMELTING, ETC,, CO. v. PITTSBURG REDUCTION CO.,
125 Fed. 926, 60 C. C. A. 636.

Various other limitations upon the claims are urged by which
the defendant seeks to avoid infringement. They are of the
saime general nature and proceed upon the initial fallacy, namely,
that in a generic process patent every plhienomenon observed
during operation and every minute detail described must be read
imto the claims and that the least departure from the claims
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as so construed avoids infringement. Neither position is ten-
able. In a patent like Bradley’s the claims should be as broad
as the invention and, even if unnecessary and unreasonable
limitations are incorporated in the claims, the court should in-
terpret them liberally and not permit a detendant to escape who
reaches the same result by analogous means, though he may
employ additional elements and improve mechanical appliances.

494, SCHREIBER, ETC., MFG. CO. v. ADAMS CO., 117 Fed. 830, 54 C.
C. A, 128.

It may be that Farwell’s invention would have entitled him
to make a broader claim, * * * but his patent makes no
such broad claim. It 1s in this respect like the patent under

consideration in Keystone Bridge Co. v. Phoenix Iron Co., 95
U. S. 274, 24 L. ed. 344.

490, HARDER v. UNITED STATES PILING CO., 160 Fed. 463, 87 C. C.
A, 447,

If in truth Harder understood the now stated objections, and
was the first to conceive and embody a way of overcoming them,
he carefully refrained from saying so. Now a patent is to be
sustained not for what an inventor may have done in fact, but
only for what he “particularly points out and distinctly claims”
in his open letter.

406, BRAMMER v. SCHROEDER, 106 Fed. 918, 46 C. C. A. 41.

The general rule of the patent law is that one who invents and
secures a patent for a machine or combination which first performs
a useful function is thereby protected against all machines and com-
binations which perform the same function by equivalent mechani-
cal devices; but one who merely makes and secures a patent for a
slight improvement on an old device or combination, which per-
forms the same function before as after the improvement, is pro-
tected against those only who use the very device or improve-
ment he describes and claims, or mere colorable evasions of it.
Adams Electric Ry. Co. v. Lindell Ry. Co., 77 Fed. 432, 440, 23
C.C. A. 223, 231,40 U. S. App. 498; Stirrat v. Manufacturing Co.,
61 Fed. 980, 981, 10 C. C. A. 216, 217, 27 U. S. App. 13, 42; Mec-
Cormick v. Talcott, 20 How. 402, 405, 15 L. ed. 930; Railway Co.
v. Sayles 97 U. S. 554, 556, 24 1.. ed. 1053.

497, GROTH v. INTERNATIONAL POSTAL SUPPLY CO., 61 Fed. 284,
9 C. C. A. 507.

It is therefore insisted that the claims of the patent should
have a liberal construction, and that the special devices described
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in the specification “are not necessary constituents of the claims,”
Morley, etc., Machine Co. v. Lancaster, 129 U. S, 263, 32 L. eqd,
715, 9 Sup. Ct. 299. This just principle is one that is well
recognized, but another principle is, at the present stage of
the patent law, of equal force, which 1s that the construction
of the patent must be in conformity with the self-imposed limi-
tations which are contained in the claims,

498, DELEMATER v. HEATH, 58 Fed. 414, 7 C. C. A. 279.

A mere reference in a claim to a letter on the drawing does
not of itself limit the claim to the precise geometrical shape
shown in the drawing (Reed v. Chase, 25 Fed. 100) even though
the description of the drawing in the specification refers to the
part thus Jeitered by an adjective appropriate to the form shown
in the drawing, unless that particular form 1s pointed out in
the specification, or was known by the state of the art to be
the particular improvement the inventor claimed.

499, UNION WATER METER CO v. DESPER, 101 U. 8, 332, 25 L. ed.
1024.

That the courts of this couirtry cannot always indulge the
same latitude which is exercised by English judges in deter-
mining what parts of a machine are or are not material. Our
law requirgs the patentee to specify particularly what he claims
to be new, and if he claims a combination of certain elements
or parts, we cannot declare that any one of these elements 1s
immaterial. The patentee makes them all material by the re-
stricted form of his claim. We can only decide whether any
part omitted by an alleged infringer is supplied by some other
device or instrumentality which is its equivalent,

600, JONES v. DAVIS, 138 Fed. 62, 70 C. C. A. 558,

The meaning of the claim is plain. It does not require, and
therefore it 1s not open to, interpretation. It is so explicit that
the courts cannot alter or enlarge it.

501, TAYLOR v. SAWYER SPINDLE CO., 75 Fed. 301, 22 C. C. A. 203.

A patentee is not required to claim the entire machine in
each claim, [Each of the claims at issue is for a complete com-
bination of the spindle and its supporting tube and devices, and
there was no necessity for expressing in terms the devices for
revolving the spindle. Any appropriate means for operating
it will be understood. The omission of the sleeve whirl does
not affect the validity of either one of the claims, which belong
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to that class where reference may be made to the specifications
to supply in a claim what it i1s plain, to anyone skilled in the
art, is a necessary incident,

502, NATIONAL ENAMELING, ETC.,, CO. v. NEW ENGLAND ENAMEL-
ING CO.,, 151 Fed. 19, 80 C. C. A. 485.

The requirement of the patent law that a patentee shall claim
in his patent the exact invention is not only to enable the public
to use it after the term of the patent has xpired, but is also
for the purpose of enabling anyone to tletelmlne what the
invention 1s, which is protected by the patent, and what pro-
cesses which are not protected by the patent may be used in
the same manufacture. A person who discovers a new and
useful invention does nct obtain a monopoly under the patent
laws unless lie claims his invention in his patent. Even if he
describes his invention in the specifications, and then claims as
his invention something he has not invented, his patent is good
for nothing.

503, CORNING v. BURDEN, 15 How. (U. S.) 252, 14 L. ed. 683.

He cannot describe a machine which will perform a certain
function and then claim the function itseii, and all other ma-
chines that may be invented to perform the same function.

504, LANYON ZINC CO. v. BROWN, 129 Fed. 912, 64 C. C. A. 344.

It is an elementary rule that a patentee may claim the whole
or a part of what he has invented. He is entitled to limit his
claims to any extent that may seem desirable, but, having done
so, his right to protection is also limited, since the claim actually
made by the patentee is the measure of his right to reliei.

505 AMERICAN WRITING MACH. CO. v. WAGNER TYPEWRITER CO.,
151 Fed. 576, 81 C. C. A. 120.

The court is not permitted to reconstruct the claims of a
patent, and the patentee is bound by the claims as he has writ-
ten them.

606, NATIONAL ENAMELING, ETC., CO. v. NEW ENGLAND ENAMEL-
ING CO., 151 Fed. 19, 80 C. C. A, 485.

Courts lean toward reading into the claims of a patent such
limitations as will save the real invention as disclosed by the
specification and the prior state of the art. Eut when the claims
are drawn in broad and nebulous terms with the apparent pur-
pose of enabling the patentee to momnopolize an important in-
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dustry, the courts should be slow 1n attempting to sustain their
validity by narrowing them beyond the boundaries which are
clearly warranted by the specification. .

607, DAY v. FAIR HAVEN, ETC,, R. CO,, 132 U. 8. §5, 33 L. ed. 265, 10
sSup, Ct. 11.

It is truc that elements of a combination not mentioned in a
claim may sometimes be held included, in the light of other
parts of the specification, which may be applicable, but here
the claim is so broad that we are not justified in importing into
it ar element which would not operate to so enlarge its scope
as to cover an invention in no manner indicated upon its face.

508, EVANS v. ROOD, 99 Fed. 920, 40 C. C. A. 209.

The invention being, then, in no sense a pioneer in the art,
no unexpressed meaning can be read with the claim, and the
patent must be limited to the specific device described therein.

609, WOLLENSAK v. REIHER, 115 U. S. 87, 29 L. ed. 355, 5 Sup. Ct, 1132,

But, having reference to the state of the art at the date of the
alleged invention, and-the claims of the patent, the patentee must
be limited to the combination.

610, SESSIONS v. ROMADKA, 145 U. S. 29, 36 L. ed. 609, 12 Sup. Ct. 799.

In view of the fact that Taylor was a pioneer in his art of
making a metallic trunk fastener, and invented a principle which
has gone into almost universal use in this country, we think
he is entitled to a liberal construction of his claim, and that the
Romadka device, containing as it does all the elements of his
combination should be held an iniringement, though there are
superficial dissimilarities in their construction.

611. CANDA v. MICHIGAN, ETC., IRON CO., 121 Fed. 486, 61 C. C. A. 194

If, when thus explained. the specification answers the calls
of the claim, there is no difficulty. But one may not read into
a claim an element not contained in it when its meaning is once
settled by construction,

612. PENFIELD v. POTTS, ETC,, CO., 126 Fed. 475, 61 C. C. A. 371.

Neither can a feature of construction or an element covered
by onec claim be read into another in which it is not mentioned.
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_.We know of no authority for reading into a claim features
“which have been omitted, although shown in the specifications,
and none which would justify us in suffering such an enlarge-
ment of this claim for the purpose of increasing the damages
justly recoverable for the infringement of the patented portions
of the infringing machine. We may, beyond doubt, look to the
specifications and drawings for the purpose of understanding the
claims, or that we may see whether the device is useful or operative,
and sometimes for the purpose of limiting a claim to the par-
ticular device described, but we may not enlarge a claim by
including therein elements which are not claimed as such.

513, TYLER v. BOSTON, 74 U. 8. 327, 19 L. ed. 93.

This term “equivalent,” when speaking of machines, has a
certain definite meaning, but when used with regard to the
chemical action of such fluids as can be discovered only by
experiment, it only means equally good.

514, PITTSBURG METER CO. v. PITTSBURG SUPPLY CO., 109 Fed.
644, 48 C, C. A. 580,

The court is not at liberty by construction to expand a claim
beyond the fair meaning of its terms. As we have seen, this
is a claim for a combination. Its terms are explicit and clear. It
needs no interpretation. It speaks for itself. The court must
take the claim as it finds it.

olo. SANTA CLARA, ETC.,, LUMBER CO. v. PRESCOTT, 102 Fed. 501,
42 C. C. A. 477,

The object of the claim in a patent is to publish to the world
the precise nature of the invention which the patentee seeks fo
protect. He cannot demand that there shall be imported into
it a:l‘z. t—(:ilement which is not there distinctly stated or necessarily
implied.

616, DELAMAR v. DELAMAR MIN. CO,, 117 Fed. 240, 54 C. C. A. 272.

The invention claimed being only for improvements in well-
known processes, and in no sense one of a pioneer character,
the patentee must be held to a strict construction of his claims.

017, CHICAGO, ETC., R. CO. v. SAYLES, 97 U. S. 554, 24 L. ed. 1053,

Courts should regard with jealousy and disfavor any at-
tempts to enlarge the scope of an application once filed, or of a
patent once granted, the effect of which would be to enable the

13—PATENTS-—-VOL. 2.
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patentee to approriate other inventions made prior to such al-
teration, or to appropriate that which has, in the meantime,
gone into public use.

518. WOOLLENSAK v. SARGENT, 151 U. 8. 221, 38 L. ed. 137, 14 Sup,
Ct. 291.

And we do not regard ourselves as justified in importing into
the claims elements that would operate to so enlarge its scope
as to cover an invention not indicated upon its face.

619, UNITED STATES REPAIR, ETC., CO. v. ASSYRIAN ASPHALT
CO., 100 Fed. 965, 41 C. C. A. 123.

It is not within the rightful power of the courts to enlarge
or restrict the scope of patents which by mistake, were issued
in terms too narrow or too broad to cover the invention, how-
ever manifest the fact and extent of the mistake may have shown
to have been.

520, CONSOLIDATED FASTENER CO. v. LITTAUER, 8 Fed. 164, 28
C. C. A. 133.

We know of no principle of patent construction which, in
such a case (the improvement being novel) would require the
court to read into the claim the particular concrete form of im-
provement shown in the drawings and in the description of
such drawings.

521, THOMSON-HOUSTON ELECTRIC CO. v. UNION RY. CO., 86 Fed,
636, 30 C. C. A, 213.

‘We do not entertain any doubt that there must be incorpo-
rated into these claims, by implication, means for maintaining
the contact device and the conductor in their normal working
relations.

22, ADAMS ELECTRIC RY. CO. v. LINDELL RY. CO., 77 Fed. 432, 23
C. C. A, 223.

The statute requires the inventor to particularly point out,
and distinctly claim, the improvement or combination which he
claims as his discovery. Rev. Stat. sec. 4888. The purposec of
a claim in a patent is to notify the public of the extent of the
monopoly secured to the inventor, and, while it is notice of his
exclusive privileges, it is no less a notice, and a legal notice,
upon which everyone has a right to rely, that he disclaims and
dedicates to the public, any combination or improvement, ap-
parent on the face of his specification, not a mere evasion of
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his own, which he has not there pointed out and distinctly
claimed as his discovery or invention. Everyone has the right
to use every machine, combination, device and improvement not
claimed by the patentee, without molestation from him. It
would work great injustice to permit a patentee, after a com-
bination or device which he did not claim has gone into general
use, and years after his patent was granted, to read that com-
bination or device into one of the claims of his patent, and to
recover for its infringement of everyone who has used it on the
faith of his solemn declaration that he did not claim it.

593, CIMIOTTI UNHAIRING CO. v. AMERICAN FUR REF. CO, 198 U,
S. 399, 49 L. ed. 1100, 25 Sup. Ct. 697.

In making his claim the inventor is at liberty to choose his
own form »f expression, and while the courts may construe the
same, in view of the specifications and the state of the art, they
may not add to or detract from the claim. And it is equally
true, that, as the inventor is required to enumerate the elements
of his claim, no one is an infringer of a combination claim un-
less he uses all the elements thereof.

524. ANDERSON, ETC., MACH. WORKS v. POTTS, 108 Fed. 379, 47 C.
C. A. 409,

Clearly, however, it is not allowable, in that way [by read-
ing in elements] to give identity to claims which in terms are
intelligibly difterent.

626. DECECO CO. v. GILCHRIST CO,, 125 Fed. 293, 60 C. C. A. 207.

While, according to strict rules of law, two distinct claims
for the same substantial matter, differing only in nonessentials,
cannot both be sustained, yet out of regard to the frailty of
human methods of expression, and the variety of views among
different legal judicial tribunals as to the construction of instru-
ments of the character of letters patent, and conceding also,
the difficulty of always correctly defining what one’s invention
reaily is, the practice has become settled to allow the same sub-
stantial invention to be stated in different ways, very much as
the same cause of action, or the same offense intended to be
covered by indictment, are permitted to be propounded in differ-
ent counts, with a general verdict on all of them.

626, PANZL v. BATTLE ISLAND PAPER CO., 138 Fed. 48, 70 C. C. A. 474.

An inventor cannot ‘“speculate on the equivalents of his
claimed invention, and thereby oblige the public to resort to
experiments 1n order to determine the scope of the claims of his
patent.”
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627. MIL.LER v. MAWHINNEY LAST CO., 105 Fed. 528, 44 C. C. A. 581.

A fatal defect in claim 2 arises out of the words “at or near.”
We have seen that there is nothing in the specification to limit
the indefinite nature of these words. Consequently, there is
not enough in the patent to meet the requirements of the stat-
ute, pointing out the method by which a successiul last can be
made in accordance with the claim, and no useful last without a
holder was ever made until the respondent came into the field.

028. GILL v. WELLS, 89 U, S. 1, 22 L. ed. 699.

Four propositions were decided in that case [Vance v. Camp-
bell, 1 Black (U. S.) 427,17 L. ed. 530] * * * (1) That a patentee,
in a suit for an infringement of an invention consisting of a com-
bination of old ingredients, cannot in his proois abandon a part of
such combination and maintain his claim to the rest, for the rea-
son that unless the patented cobination is maintained,the whole
of the invention falls. (2) That the patentee in such a suit
cannot be allowed to prove that any part of the combinaticn is
immaterial or useless. (3) That the combination is an entirety,
and that if one of the ingredients be given up the thing claimed
disappears, which 1s an obvious truth, as the invention in such
a case consists simply in the combination. (4) That the clause
which provides that the suit shall not be defeated where the
patentee claims more than he has invented, in case he shall dis-
claim such part, applies only when the part invented can be
clearly distinguished from that improperly claimed, which
shows that the clause cannot apply to a patent granted for an
invention consisting of a combination of old ingredients.

529, CARTER MACH. CO. v. HANES, 78 Fed. 346, 24 C, C. A. 128.

His claim is for the combination in a tobacco flavoring ma-
chine of three parts. * * * His claim, then, is for an entirety.
He can not abandon a part, and claim the rest. He must stand
by his claim as he has made it. If more or less than the whole
of his ingredients are used by another, such party is not an in-
fringer, because he has not used the invention or discovery pat-
ented. Shumacher v. Cornell, 96 U. S. 549, 24 L. ed. 676. When
a patent is for a combination only, none of the separate elements
of which the combination is composed is included in the monop-
oly. Rowell v, Lindsay, 113 U. S. 97, 28 L. ed. 206, 5 Sup. Ct.
507. Or, as expressed by Mr. Justice Bradley in the Corn Plant-
er Patent (Brown v. Guild), 23 Wall. U. S. 181, 23 L. ed. 161.

““When a patentee, after describing a machine, claims as his
invention a certain combination of elements, or a certain device
or part of the machine, this is an implied declaration, as conclu-
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sive, so far as that patent is concerned, as if it were expressed,
that the specific combination or thing claimed is the only part
which the patentee regards as new.”

530, NATIONAL, ETC., MACH. CO. v. HEDDEN, 148 U, S, 482, 37 L. ed.
30, 13 Sup. Ct. 680.

If a person has invented a combination of three elements, all
of which are necessary to the operation of his device, he cannot
by making a claim for two of them forestall another who has so
combined these two elements that they perform the same func-
tion as the three elements.

531, CIMIOTTI UNHAIRING CO. v. AMERICAN, ETC., MACH, CO., 115
Fed. 498, 53 C. C. A. 230.

The argument that the claim is void for lack of novelty if con-
strued to cover a stiff sectional brush, because such brushes were
old, loses sight of the distinction, which we have endeavored to
point out, that it is not the brush alone which gives patentability:
to the claim, but the novel motion of the brush. * * * ]t
would be better to hold the patent invalid at the outset than to
destroy it by the 1lliberal construction for which the appellant
contends. IFew patents can survive if such criticisms are allowed

to prevail.

632, CARLTON v, BOKEE, 84 U, S. 463, 21 L. ed. 517.

Without deciding that a repetition of substantially the same
claim in different words will vitiate a patent, we hold that where
a specification by ambiguity and a needless multiplication of
nebulous claims is calculated to deceive and mislead the public,
the patent 1s void.

633, HEAP v. TREMONT, ETC.,, MILLS, 82 Ied. 449, 27 C. C. A, 316.

While it is clear that a patentee is ordinarily entitled to all
the uses and all the advantages which his invention develops so
far as the new application does not involve additional invention,
¥ % % * yet a function not known when the patent issues, and
afterwards developed, cannot ordinarly be used to broaden the
construction of a claim,

634, ELECTRIC, ETC., CO. v. BOSTON ELECTRIC CO., 139 U. S. 481,
30 L. ed. 250, 11 Sup. Ct. 586,

‘What he described in the specification of that patent and did not
claim is presumed to have been old.
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6836, LYONS v. DRUCKER, 106 Fed. 416, 45 C. C. A. 368.

When a patentee has practically disclaimed other devices by
stating in his specifications that they existed before his own was
contrived, such other devices may fairly be considered to be part
of the prior art, when he brings suit upon the patent issued to
him, upon the representation made in such specifications.

636. FAY v. CORDESMAN, 109 U. S. 408, 27 L. ed. 979, 3 Sup. Ct. 236.

The claims of the patents sued on in this case are claims for
combinations. In such a claim, if the patentee specifies any ele-
ment as entering into the combination either directly by the lan-
guage of the claim or by such a reference to the descriptive part
of the specification as carries such element into the claim, he
makes such element material to the combination and the court
can not declare it to be immaterial. It is his province to make
his own claim and his privilege to restrict it. If it be a claim to
a combination, and be restricted to specified elements, all must
be regarded as material, leaving open only the question whether
an omitted part is supplied by an equivalent device or instru-
mentality.

037, ANDERSOI}OBETC.. MACH. WORKS v. POTTS, 108 Fed. 379, 47 C.
C. A, :

The very fact that the other elements mentioned in the speci-
fication, while expressly embraced in the other claims, were not
mentioned in the sixth claim, demonstrates an intention to cover
by that claim any and all forms of disintegrators in the construc-
tion of which that cylinder should be used.

538. KALAMAZOO, ETC., SUPPLY CO. v. DUFF MFG. CO., 113 Fed. 264,
51 C. C. A. 221,

It is manifestly just to a patient and meritorious inventor that
the court should be careful not to regard with too much import-
ance the mere mechanical resemblance in the parts of the com-
bination, or the combination as a whole, to the neglect of the re-
sult, and the success and efficiency with which the object aimed
at 1s accomplished.

689, HAY v. HEATH CYCLE CO,, 71 Fed, 411, 18 C. C. A, 157.

When a combination is claimed, there arises an implied con-
cession that the elements are old and not separately patentable.
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540, ADAMS v. BELLAIRE STAMPING CO., 141 U. 8. 339, 35 L. ed. 849,
12 Sup. Ct. 66.

The court did not, therefore, err in refusing the instruction
requested, that before the patent could be held invalid by reason
of a prior patent it was not sufficient to find one of the elements
in one patent, a second in another, and a third in another. If
the patent were for a combination of new or old elements pro-
ducing a new result such instruction might have been correct,
but as it was merely a new aggregation of old elements, in which
each element performed its old function and no new result was
produced by their combination, the instruction was not appli-
cable and was properly refused.

541. BATES v. COE, 98 U. 8. 31, 25 L. ed. 68.

Devices in one machine may be called by the same name as
those contained in another, and yet they may be quite unlike in
the sense of the patent law, in a case where those in one of the
machines perform different functions from those in the other.
~ In determining about similarities and differences, courts of jus-
tice are not governed merely by the names of things, but they
look at the machines and their devices in the light of what they
do or what office or function they perform, and how they per-
form it, and find that a thing is substantially the same as an-
other, 1f it periorms substantially the same function or office in
substantially the same way to obtain substantially the same re-
sult, and that devices are substantially different when they per-
form different duties in a substantially different way, or produce
a substantially different result.

512, CENTRAL FOUNDRY CO. v. COUGHLIN, 141 Fed. 91, 72 C. C. A. 93.

An equivalent is defined as a thing which performs the same
function, and performs that function in substantially the same
manner, as the thing of which it 1s alleged to be an equivalent.
But in the application of rules on the subject we must have in
view the patent alleged to be infringed. If it is for a primary in-
vention—one which performs a function never performed by an
earlier invention—the patentee will have the right to treat as
infringers those who make or use machines operating on the
same principles and performing the same functions by analogous
means or equivalent combinations, even though the infringing
machine may be an improvement of the original. But if the in-
vention 1s a secondary invention, * * * that is, one which
performs a function previously periormed by earlier inventions,
but which performs that function in a substantially different way
from any which preceded it, an improvement on a known ma-
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chine by a mere change of form or a new combination of parts,
the patentee can not treat another as an iniringer who has im-
proved the original machine by the use of a different form or
combination performing the same functions. The first inventor
of improvements can not invoke the doctrine of equivalents and
suppress all other improvements,

648, MACHINE CO. v. MURPHY, 97 U. S. 120, 24 L. ed. 935.

Authorities concur that the substantial equivalent of a thing,
in the sense of the patent law, is the same as the thing itself, so
that if two devices do the same work in substantially the same
way and accomplish substantially the same result, they are the
same, even though they differ in name, form or shape.

644, LOURIE IMPLEMENT CO. v. LENHART, 130 Fed. 122, 64 C. C. A.
456.

One who claims and secures a patent for a new machine
thereby necessarily claims and secures a patent for every me-
chanical equivalent for that device, because, within the mean-
ing of the patent law, every mechanical equivalent of a device is
the same thing as the device itself. A device which 1s con-
structed on the same principle, which has the same mode of
operation, and which accomplishes the same result as another by
the same means, or by equivalent mechanical means, 1s the same
device, and a claim in a patent for one such device claims and
secures the other.

b4o. KINLOCH TEL. CO. v. WESTERN ELECTRIC CO., 113 Fed. 652,
51 C. C. A, 362.

One who claims and secures a patent for a new machine or
combination, thereby necessarily claims and secures a patent for
every mechanical equivalent for that device or combination, be-
cause, within the meaning of the patent law, every mechanical
equivalent of a device is the same thing as the device itself.
Moreover, 1n determining what i1s a mechanical equivalent of a
given device, where, as in the case at bar, form is not the essence
of the invention, forms and names are of little significance. The
similarities and differences of machines and combinations are to
be determined by the offices or functions which they perform, by
the principles on which they are constructed, and by the modes
which are used in their operation. A device which is construct-
ed on the same principle, which has the same mode of opera-
tion, and which accomplishes the same result as another by the
same or by equivalent mechanical means, is the same device,
anﬁi a claim 1n a patent of one such device claims and secures the
other,
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546, BRYCEABROS. CO. v. NATIONAL GLASS CO., 116 IFed. 186, 63 C.
C. A, 611,

The patents are not for methods, but for particular mechan-
isms. As such, like all machine patents, they are entitled to a
fair construction, and to one that will fully secure to the inven-
tor the monopoly of his real invention, any device or combina-
tion which accomplishes the same result, by substantially the
same means, will be held an invasion of that monopoly. Care
must be taken, however, in all cases, that we do not by an un-
called-for application of the doctrine of equivalents, practically
give to the patentee a monopoly of the function of his mechan-
ism. This, of course, we are not permitted to do, directly or in-

directly.

547, MILWAUKEE CARVING CO. v. BRUNSWICK-BALKE-COLLENDER
CO., 126 Fed. 171, 61 C. C, A. 175.

The patent is granted for the combination, as “the particular
means devised by the inventor by which that result is attained,”
and the patentee is entitled to protection against any use of the
same combination of elements, combined in the same way, so
that each element performs the same function, or against sub-
stantially the same use with deviations which are merely color-
able. DBut each of these well-known elements remains open to
the use of the subsequent inventor for a different combination
for like results.

648, WESTINGHOUSE AIR-BRAKE CQ. v. NEW YORK AIR-BRAKE CO.
63 Fed. 962, 11 C. C, A. 528.

The question of infringement is controlled by the principle
restated in Morley, etc., Mach. Co. v. Lancaster, 129 U. S. 263, 32
L. ed. 715, 9 Sup. Ct. 299, and confirmed in subsequent and re-
cent cases (Mliller v. Eagle Mig. Co., 151 U. S. 186, 38 L. ed. 121,
14 Sup. Ct. 310) and which makes these actual differences, which
would be 1mportant in a subordinate patent, unessential when a
patent for a pioneer invention is under examination. If such
differences should be regarded by courts as essential, when the
claims do not make the specific devices essential, patents for
pioneer inventions would ordinarily have but little value.

849, MURPHY MFG. CO. v. EXCELSIOR CAR-ROOF CO., 76 Fed. 965,
22 C. C. A. 658.

A patent to the original inventor of a machine or construc-
tion, which first performs a useful function, protects him against
all machines and constructions that perform the same function
by equivalent mechanical devices. But a patent to one who has
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simply made 2 slight improvement on devices that perform the
same function before as after the improvement 1s protected
against those only which use the very improvement he describes
and claims, or mere colorable evasions of it.

060, BUNDY MFQ@. CO. v. DETROIT TIME-REGISTER CO., 94 Fed. 524,
36 C. C. A. 37b.

If his invention is one which has marked a decided step in
the art, and has proven of value to the public, he will be entitled
to the benefit of the rule of equivalents, though not in so liberal
a degree as if his invention was of a primary character.

661, McSHERRY MF;G. CO. v. DOWAGIAC MFG. CO,, 101 Fed. 716, 41
C. C. A, 627.

The form he describes and claims is not of the essence of his
invention, and the law allows a patentee any form which 1s the
equivalent of that claim, unless he has expressly limited himself
to the one claim he describes, or unless it 1s necessary to limit
him to the specific form in order to save his patent from antici-
pation. Hoyt was not a pioneer. But his invention is clearly a
meritorious one. In such case he is not cut off from a reasonable
range of equivalents measured by the advance he has made over
older machines.

602, BEACH v. HOBBS, 92 Fed. 146, 34 C, C. A, 248.

The range of equivalents depends upon the “extent and na-
ture of the invention.”

553, NATIONAL, ETC., CO. v. INTERCHANGEABLE, ETC., CO., 106 Fed.
693, 45 C. C. A, 544.

One who merely makes and secures a patent for a shght im-
provement on an old device or combination, which performs the
same function before as after the improvement, is protected
against those only who use the very device or improvement he
describes or mere colorable evasions thereof. In other words,
the term “mechanical equivalent,” when applied to the interpre-
tation of a pioneer patent, has a broad and generous significa-
tion, while its meaning is very narrow and limited when 1t con-
ditions the construction of a patent for a slight and almost 1m-
material improvement.

X k¥

The doctrine of mechanical equivalents conditions the con-
struction of all these patents, and in determining questions con-
cerning them. the breadth of the signification of the term is pro-
nortioned in each case to the character of the advance or inven-
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tion evidenced by the patent under consideration, and 1is SO
interpreted by the courts as to protect the inventor against pi-
racy and the public against unauthorized monopoly.

554, RICH v, BALDWIN, ETC,, 133 Fed. 920, 66 C. C. A. 464.

As we have several times had occasion to say, and what 1s in-

deed well established in patent law, the term “equivalent” has a

variable meaning, and 1s measured by the character of the inven-
tion to which it is applied.

520. BENiOEIB-BRAl\-IMER MFG. CO. v. STRAUS, 166 Fed. 114, 92 C, C.

We are dealing, not with a great invention, but with a merit-
orious one which has made a distinct advance in the art 1n ques-
tion. We think the claims should be given an interpretation lib-
eral enough to protect the inventor from the use of machines
which differ only in non-essential changes which any skilled me-
chanic would know enough to make.

A AMEEICAN ROLL-PAPER CO. v. WESTON, 59 Fed. 147, 8 C. C.
. 06.

[The substitution of a weight to perform the same function
as a spring, held an equivalent.]

867, McKAY, ETC., CO. v. DIZER, 61 Fed, 102, 9 C. C. A. 382.

There can be no question that a spring rocker 1s a perfectly
familiar way of obtaining a tipping or oscillating motion, as well
as a pivot or hinge, and that one is a well known equivalent for
the other.

508, DIAMOND, ETC., IRON CO. v. GOLDIE, 84 Fed. 972, 28 C. C. A, 589.

The defendant’s rotary machine has the same anvil die, and
its cutters are arranged to operate with relation thereto in exact-
Iy the same way as on the reciprocating mnachine. They must be
classed in the same category.

609, AMERICAN CRAYON CO. v. SEXTON, 139 Fed. 564, 71 C. C. A, 548.

We think it must be conceded that the movement of a ma-
chine irrespective of the mechanism which causes it can not be
patented. * * * The claim must be restricted to the mechan-
1sm which causes the movement, subject, of course, to the rule
of equivalents, which operates liberally in favor of the grantee
where the patent is primary in nature, making a distinct ad-
vance in the progress of the art; and this patent, in our opinion,
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is of that character. When we examine the mechanism we find
in the appellant’s machine described in the patent a rocking or
tilting device, and in the appellee’s a lifting and dropping de-
vice. The appliances are essentially different. They do differ-
ent things in distinct ways. The one rocks or tilts the mold
plates, the other alternately lifts and drops them. * * * Byt
are we justified in holding that these two essentially distinct de-
vices are equivalents, simply because the ultimate result * * %
is the same? We think not, for that would be construing the
claim so as to cover the movement alone and not the mechanism
producing 1t, It would be virtually giving a patent for the re-
sult, regardless of how reached.

560. KINLOCH TEL. CO. v. WESTERN ELECTRIC CO., 113 Fed. 659,
51 C. C. A. 369.

An attempt is made to escape from this conclusion under the
rule that, if the element substituted for the one withdrawn has
been discovered since the date of the patent, it cannot be said to
be its mechanical equivalent. Gould v. Rees, 15 Wall. (U. S.) 187,
21 L. ed. 39. * * * But it is too plain for argument or se-
rious consideration that there was neither discovery nor inven-
tion in perceiving and applying to the device of complainant the
fact that an insoluble metal secured by wax on other fusible ma-
terial was the mechanical equivalent of, periormed the same
function and worked the same result as, the fusible plug of
'White, and could be effectually used as its substitute. The shot
and the wax were not, therefore, newly discovered elements, but
constituted a mere mechanical substitute for the element which

White described and claimed.

661, LEPPER v. RANDALL, 113 Fed. 627, 51 C. C. A. 337.

The learned judge who decided the case below had no doubt
“that the defendant’s straps and buckles are an equivalent of the
complainant’s cords and hooks,” and in this we agree with him;
but he held that the complainants were not entitled to invoke the
doctrine of equivalency, and this ruling we think was erroneous.
By the changes in phraseoliogy which were made pending the ap-
plication nothing can fairly be said to have been surrendered or
disallowed which the third claim as finally approved plainly in-
cluded. That claim, as broadly expressed, is for “lacing devices,”
and it is not to be implied that either the patent office on the
one side or the applicant on the other contemplated any limi-
tation of it which would admit of its evasion by means so pal-
pably colorable as the substitution of straps for cords and
buckles for hooks. * * * In no case is a patentee to be de-
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nied protection commensurate with the scope of his actual and
distinctly described and claimed invention by excluding him
from the benefit of the doctrine of equivalents. That doctrine
therefore, should have been applied in this case, for it is plainly
obvious that the departures made by the defendant from the
patent in suit, are merely formal, “and of such character as to
suggest that they are studied evasions of these described in the
claim in issue,”

562, UNITED STATES PEG-WOOD, ETC., CO. v. STURTEVANT CO., 125
Fed. 382, 60 C. C. A. 248,

Among cases which run to the other extreme, where the range
of equivalents is held to be very narrow, are Masten v. Hunt, 51
Fed. 216, 55 Fed. 78, 5 C. C. A, 42; Ball & Socket Fastener Co. v.
Ball Glove Fastening Co., 58 Fed. 818, 7 C. C. A. 498; Ball &
Socket Fastener Co. v, C. A. Edgarton Mig. Co., 96 Fed. 489, 37
C. C. A. 523; and Millard v. Chase, 108 Fed. 399, 47 C. C. A. 429,
In some of this class the nature of the invention prohibited every-
thing except the narrowest range ol equivalents, it being a prac-
tical rule that the range is proportionate to the extent of the in-
vention ; but some are within the expressions in the Reece Case,
at pages 901 and 962, to the effect that words and phrases which
might have been omitted may be so introduced as to leave the
courts no option except to regard them as limitations,

563 LAMBERT, ETC., ENGINE CO. v. LIDGERW0OOD MFG. CO., 154
Fed. 372, 83 C. C. A, 350.

Where three separate elements, each performing an individ-
ual function, are supplanted by a single element which itself
performs the functions of all three, it is quite clear that the three-
fold capacity of the single element 1s not the equivalent of the
three single elements,

664, BUNDY MFG. CO. v. DETROIT TIME-REGISTER CO., 94 Fed. 524,
36 C. C. A, 375.

Bundy prints by pressing his record strip against the type,
while defendant prints by pressing the type down upon the re-
cording strip. That the printing 1s done by a blow delivered by
Bundy’s “hammer,” and by pressure only in the device of de-
fendant, is not material. Both methods of printing were well
known and one is the full equivalent of the other.

% % X

Neither was it invention to cause the printing to be done by
pressing the type down upon the paper strip instead of press-
iIng the paper strip against the type. The one was the plain
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equivalent of the other. Reece Buttonhole Mach, Co. v. Globe
Buttonhole Mach. Co., 61 Fed. 958, 10 C. C. A, 194. That de-
fendant’s impression mechanism is not in the form or shape of 3
hammer, is of no consequence, unless the form itself is of the cs-
sence of the invention.

686, BOSTON, ETC., R. CO. v. BEMIS CAR-BOX CO., 80 Fed. 287, 25 Q.
C. A, 420,

If 1t be conceded, however, that the appellant does not use the
“tapered sleeve,” nor the flange projecting out from the side of
the wheel, in precisely the forms described in the appellee’s pat-
ent, the case becomes a question of equivalents. We have dis-
cussed this gencral question so fully in Long v. Manufacturing
Co., 75 IFed. 835, 21 C C. A. 333, in Reece Buttonhole Mach. Co.
V. Globc Buttonhole Mach. Co., 61 Fed. 958, 10 C. C. A. 194 (an
extreme case one way), and in Ball & Socket Fastener Co. v.
Ball Glove Fastening Co., 58 Fed. 818, 7 C. C. A. 498, (an ex-
treme case the other way), that we do not deem it necessary to
go over it here. The patent at bar lies between the two cases
last cited; and it clearly is not shut out from the expression of
the supreme court, cited by us in Reece Buttonhole Mach. Co.
v. Globe Buttonhole Mach Co., at page 962, 61 I'ed., and page
198, 10 C. C. A. 194, that “the range of equwalents depends upon
the extent and the nature of the invention.” This invention did
not relate to a matter of mere simplicity of form, or of mere
convenience, or to cheapening the cost. It involved a new and
useful function, although, perhaps, in view of what the record
shows of the art, in a limited field of operation. It is therefore
entitled to some aid from the doctrine of equivalents; and we can
not conceive of any case where it could be so entitled unless it
is in the present one, where the departures are only in mat-
ters of form, and of such character as to suggest that they are
studied evasions of those described in the claim in issue.

666, HUBBELL v. UNITED STATES, 179 U. S. 77, 40 L. ed. 95, 21 Sup.
Ct. 24.

Whether the examiners were right or wrong in so holding
we are not to inquire, as the claimant did not appeal, but amend-
cd his claim and accepted a grant thereof, thereby putting him-
self within the range of the authorities which hold that if the
claim to a combination be restricted to specified elements, all
must be regarded as material, and that limitations imposed by
the inventor, especially such as were introduced into an applica-
tion after 1t had been persmtently rejected, must be strictly con-
strued against the inventor and in favor of the public, and looked
upon as in the nature of disclaimers.
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In order to get his patent, he was compelled to accept one
with a narrower claim than that contained in his original appli-
cation ; and it is well settled that the claim as allowed must be
read and interpreted with reference to the rejected claim and to
the prior state of the art, and can not be so construed as to cover
either what was rejected by the patent office or disclosed by prior

devices.

567, ROEMER v. PEDDIE, 132 U. S. 313, 33 L. ed. 382, 10 Sup. Ct. 98.

This court has often held that when a patentee, on the rejec-
tion of his application, inserts in his specification, in consequence,
limitations and restrictions for the purpose of obtaining his pat-
ent, he can not, after he has obtained it, claim that it shall be
construed as it would have been construed if such limitations and
restrictions were not contained in it.

068, AMERICAN STOVE CO. v. CLEVELAND FOUNDRY CO., 158 Fed.
978, 86 C, C. A, 182,

The applicant had a long struggle in securing his patent and
was constrained to trim away, modify, and otherwise define his
specifications and claims to meet the references made by the
office, until they were brought within very narrow limits before
his patent would be allowed. He must be deemed to have sur-
rendered and disclaimed what he conceded, and to have imposed
such definitions upon the language of the patent as he attributed
to it in order to secure the grant,

963, CLOUGH v. GILBERT, ETC., MFG. CO., 106 U. S. 166, 27 L. ed. 134,
1 Sup. Ct. 188; and 106 U. S. 178, 27 L. ed. 138, 1 Sup. Ct. 138.

[In the first of these cases the invention was for an improve-
ment in gas hurners. It was held that the prior cited burner
might be made to furnish a supplementary supply of gas if
used in the way for which it was not designed and for which it
had not been shown to have been used.]

“The structure was not designed for the same purpose as
Clough’s; no person looking at it or using it would understand
that it was to be used in the way Clough’s is used, and it is not
shown to have been really used and operated in that way.”

[The patent was, therefore, held valid and the second claim
;nfrin%ed, the court saying in applying the doctrine of equiva-
ents:
~ “But Clough was the first person who applied a valve regula-
tion of any kind to the combination to which he applied it, and
the first person who made such combination, and he is entitled,
under decisions heretofore made by this court, to hold as in-
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fringements all valve regulations, applied to such a combination,
which perform the same oifice in substantially the same way as,
and were known equivalents for, his form of valve regulation.”

[In the second case suit was brought against Clough by the
owners of the Barker patent, one of the defendants in the pre-
vious case, for an improvement in gas burners.]

“It has been held by this court, in the other suit between the
same parties, that a gas-burner made according to the descrip-
tion in the Barker patent infringes both of the claims of the
Clough patent; the claim for the method of supplying the addi-
tional gas, and the claim for the application of a valve arrange-
ment to regulate the supply. But, the point of the mvention and
patent of Barker i1s, that the surroundmg shell or tube is so ar-
ranged that the screwing of such shell up or down causes it to
act as a valve, on the outside of the pillar, to close or open the
holes. As a consequence, the interior tubular valve of Clough is
dispensed with, the burner i1s made in two pieces instead of three,
is less expensive to make and, moreover, in regulating the supply
of gas, the shell alone revolves and not the burner with it, as in
Clough’s burner, and so the flame always remains in one posi-
tion. We think, from the evidence, that these modifications were
new and useful, and sufficient in character to sustain a patent.
The burner, in the form presented by Barker, appears to have
superseded the burner in the form patented by Clough and, after
Barker had introduced his burner into use Clough commenced

making, for market, burners in the same form patented by
Barker.”

[To the same effect amongst many cases see, for example,
Shepard v. Carrigan, 116 U. S. 593, 20 L. ed. 723, 6 Sup. Ct. 493;
Sutter v. Robinson, 119 U, S. 530, 30 L. ed. 492, 7 Sup. Ct. 376;
Corbin, etc., Lock Co. v. Eagle Lock Co., 150 U. S. 38, 37 L. ed.
089, 14 Sup. Ct. 28; Computing Scale Co. v. Automatic Scale Co.,
204 U. S. 609, 51 L. ed. 645, 27 Sup. Ct. 307 ; Brush Electric Co. v
Western Electric Co., 76 Fed. /61,22 C. C. A. 543 : Kelly v. Clow
89 IFed. 297, 32 C. C. 'A. 205 ; Campbell, etc., Mfg. Co. v. Duplex
Printing Press Co., 101 Fed. 282, 41 C. C. A. 351 : Royer v. Coupe,
146 U. S. 524, 36 L. ed. 1073, 13 Sup. Ct. 166; Carnegie Steel Co.
v. Brislin, 124 Fed. 213, 59 C. C. A. 651.]

570, IRONCLAD STEEL CO. v. DAIRYMAN'S, ETC., MFG. CO,, 143 Fed.
612, 74 C. C. A. 372.

The applicant acquiesced in the rejection, and amended his
claim by adding the interlocking means. Thus it was conceded,
and the complainant is precluded from asserting the contrary,
that, except for the interlocking means. there was no novelty in
the invention claimed.



§571 LETTERS-PATENT—CONSTRUCTION—SCOPE. 1047

571, NATIONAL CONDUIT, ETC., CO. v. ROEVLING'S SONS CO., 158
Fed. 99, 85 C. C. A. 567.

In the case of a meritorious invention a reasonable liberality
in applying the doctrine of equivalents is not unusual, and pat-
entees are not always held closely to the precise.iorm stated in
the claim when the same functions are found in a structure of a
somewhat different form. But the history of this patent during
its passage through the patent office precludes any construc-
tion of the claim which will eliminate the qualifying word “spir-
ally wound.”

572, AMERICAN STOVE CO. v. CLEVELAND FOUNDRY CO., 158 Fed.
978, 86 C. C. A. 182.

It is a corollary of this proposition, that if the applicant stic-
cessfully defends his position and secures the assent thereto of
those in the office having charge of the application, and the
patent issues notwithstanding the objection which had at one
time been urged, the patent is not subject to diminution on that
account.

513, UNITED STATES PEG-WO0OD, ETC., CO. v. STURTEVANT CO,, 125
Fed. 382, 60 C, C. A. 248,

In order that the proceedings in the patent office should posi-
tively operate as a waiver or estoppel, they must relate to the
pith and marrow of the alleged improvement, and be understand-
ingly and deliberately assented to.

574. BUNDY MFG. CO. v. DETROIT TIME-REGISTER CO., 94 Fed. 524,
36 C. C. A. 375.

To be estopped by the action of the patent office, the patentee
must be shown to have surrendered something which he now
claims in order to obtain that which was allowed.

19 COI;I(.]]RN, ETC., MPG. CO. v. CHANDLER, 97 Fed. 333, 38 C. C. A.
1,

The effect of Reece Buttonhole Mach. Co. v. Globe Button-
hole Mach. Co., as shown at the foot of page 969 of 61 Fed. and
page 205 of 10 C. C. A,, is to hold that such proceedings are of no
effect when no direct issue of novelty or invention was involved,
or when the amendments made by the applicant came in only
incidentally, or in reference to an incidental matter. The case
at bar, however, is clearly not excluded by the rule thus given.

14—DPATENTS—VOL. 2.
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b76, REGENT MFG. CO. v. PENN, ETC., MFG. CO., 121 Fed. 80, 57 C. C.
A, 334.

So the applicants never acquiesced in the examiner’s action;
the examiner did not require the amendment as a condition pre-
cedent to the allowance of claims narrower than originally made;
and the appellate tribunal allowed the claims after examining
the device in the spirit that giveth life.

77, HILLBORN v. HALE MFG. CO., 69 Fed. 958, 16 C. C. A. 569.

It may well be [in view of Royer v. Coupe, 146 U. S, 524, 36
L. ed. 1073, 13 Sup. Ct. 166; Knapp v. Morss, 150 U. S. 224, 37
L. ed. 1061, 14 Sup. Ct. 81 ; Corbin, etc., Lock Co. v. Eagle Lock
Co.,, 150 U. S. 38, 37 L. ed. 989, 14 Sup. Ct. 28, and Morgan En-
velope Co. v. Albany, etc., Paper Co., 152 U. S. 425, 38 L. ed. 500,
14 Sup. Ct. 627, cited] that a patentee can not be permitted to
hold under his patent anvthing that he has clearly renounced and
excluded from his inventions during the prosecution of his appli-
cation. But surely it has never been held that mere changes of
phraseology to suit the views of the examiner, and to distinguish
the claims made from those contained in prior applications, to
which reference has been made, can be held to defeat the patent,
when granted. WWhat is forbidden is the attempt, after a patent
has been procured surrendering or disavowing substantial claims
or devices to recover such renounced and abandoned claims by
demanding a broad construction of those allowed.

0¢S. KINNEAR MF'G. CO. v. WILSON, 142 Fed. 970, 74 C. C. A, 232,

It 1s quite unimportant that various claims ta both applica-
tions were rejected, and the rejection acquiesced in by Kinnear,
so long as the office finally granted the claim which is now in
controversy. There is no question here of the construction of the
claim, and no attempt to broaden it or to narrow it.

o3, THOMAS v. ROCKER SPRING CO., 77 Fed. 420, 23 C. C, A. 211

We now come to the novel question presented in this case
It is argued and the circuit court held, that because the appli-
cants after the rejection of the claims, and after inserting the re-
quired limitations in the specifications, protested that the ex-
aminer was wrong in rejecting the claims, and advised him that
they proposed to insist on a constructin of claims as amended to
cover the same ground as the rejected claims, the ruling of the
patent office is not to be given the same effect as it would other-
wise have. It seems to be contended that an applicant can qual-
ify or minimize the effect of his acquiescence in the rejection of a
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claim by stating to the patent office that it is not an acquiescence,
and that he expects to insist upon his right to cover the same
ground as the rejected claim covered, under other and amended
claims. We are clearly of opinion that he can not thus destroy
the effect of a patent office ruling.

580, JEWELL FILTER CO. v. JACKSON, 140 Fed. 340, 72 C. C. A. 304.

It i1s undoubtedly true that, when there are two claims in a
patent for two distinct improvements invented to accomplish dif-
ferent results, as in the case of the invention of the rocking sole
upon the brake shoe and of the separate device for the suspen-
sion of the shoe from the truck, the words “substantially as speci-
fied” mean substantially as specified relative to the subject-mat-
ter of the claim, and do not necessarily import the description or
claim of either improvement into the claim for the other. Lake
Shore, etc., R. Co. v. National Car-Brake Shoe Co., 110 U. S.
229, 28 L. ed. 129, 4 Sup. Ct. 33; Page Woven Wire Fence Co.
v. Land (C. C.) 49 Fed. 936, 942. But these words ordinarily
refer back to and point out elements in the combination claimed
which have substantially the construction and operation de-
scribed in the specification. Westinghouse v. Boyden Power-
Brake Co., 170 . S. 337, 42 L. ed. 1136, 18 Sup. Ct. 707 ; Singer
Mig. Co. v. Cramer, 192 U. S. 265, 48 L. ed. 437, 24 Sup. Ct.

291.

Cases may be found i which an element described in the
specification which is essential to the operation, in the way por-
trayed in the specification, of a combination or device claimed,
has been read mto the claim from the specification. Westing-
house v. Doyden Power-Brake Co., 170 U. S. 537, 18 Sup. Ct.
/07, 42 L. ed. 1136; Wellman v. Midland Steel Co. (C. C.) 106
Ied. 221, 223. The converse of this proposition, that elements
or devices described in the specification which are not essential
to the operation of a combination claimed in the way portrayed
in the spectfication, may not be imported into the claim, is equally
well established. Paul Boynton Co. v. Morris Chute Co., 87 Fed.
225, 30 C. C. A. 617; General Electric Co. v. International Spec-
1alty Co., 126 Ied. 755, 61 C. C. A. 329, 333; Walker on Patents,
p. 171, § 182; Temple Pump Co. v. Gross Pump, etc.,, Mfg. Co.,
(C. C.) 30 Fed. 440, 442. Nor are decisions wanting which have
limited the general language of a claim to an element or device,
its construction, and operation as set forth in the specification.
White v. Dunbar, 119 U. S. 47, 7 Sup. Ct. 72, 30 L. ed. 303:
Vance v. Campbell, 1 Black (U. S.) 427, 17 L, ed. 168: Stirrat v.
Excelsior Mfg. Co., 61 Fed. 980, 984, 10 C. C. A. 216: Adams
Electric R. Co. v. Lindell R. Co., 77 Fed. 432, 445, 23 C. C. A. 223.
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581. AMERICAN CAN CO. v. HICKMOTT, ETC,, CANNING CO., 142 Fed,
141, 73 C. C. A. 3b9.

But those words [substantially as specified] refer to the whole
claim, and import nothing into it not already there, either to narrow
it, SO as to escape anticipation, or to broaden it, so as to establish
infringement. The words mean “‘substantially as specified in regard
to the combination which is the subject of the claim.”

682, DRAPER CO. v. AMERICAN LOOM CO., 161 Fed., 728, 88 C. C, A, 538,

These words [substantially as described] are sometimes used to
limit a claim and sometimes to enlarge its operation, but seldom to
practically defeat what was the real invention of the patentee.

683. BRESNAHAN v. TRIPP, ETC,, CO,, 72 Fed. 920, 19 C. C, A, 237.

It is rare that these words [“substantially as described”] aid
the courts in construing patents, if ever they do. In view of the
fact that the statutes require an inventor seeking a patent to give
in his application a “written description” of his invention, the
words in question are usually implied when not expressed. They
can not enlarge a patent for a narrow invention, and that they
cannot narrow a claim justly broad is sufficiently illustrated.

o84, HOBBS v. BEACH, 180 U. S. 383, 45 L. ed. 586, 21 Sup. Ct. 409,

Without determining what particular meaning, if any, should
be given to these words [“substantially as described or set
forth”] we are of opinion that they are not to be construed as
limiting the patentee to the exact mechanism described ; but that
he is still entitled to the benefit of the doctrine of equivalents.

585 WESTINGHOUSE, ETC., MFG. CO. v. STANLEY INSTRUMENT CO,,
133 Fed. 167, 68 C. C. A, 523.

The words “as set forth” in the claims may grammatically
refer to anything which precedes them. Therefore, in view of
the just and liberal rules of construction stated in Reece Button-
Hole Co. v. Globe Button-Hole Co., 61 Fed. 958, 10 C. C. A. 194,
they should not be held as restrictive, or as limiting anything in
the claims, so as to render ineffectual any part of the conception
involved in the portion of the specification which we have quoted.

6858,

[That the words “substantially as described’” and “substan-
tially as set forth,” etc., refer to the specification and tend to
make the claims specific, in some cases restrict the claim to the
description of the parts recited in the claim, and in some cases
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serve to save a claim by limiting it; see, for example, Seymour
v. Osborne, 78 U. S. 516, 20 L. ed. 33; Railroad v. DuBots, 79
U. S. 47, 20 L. ed 265; Brown v. Guild, 90 U. S, 181, 23 L. ed.
161 ; Brown v. Davis, 116 U. S. 237, 29 L. ed. 659, 6 Sup. Ct. 379;
Pope Mfg. Co. v. Gormully, etc., Mfg. Co., 144 U. S. 248, 36 L. ed.
423, 12 Sup. Ct. 641; Fox v. Perkins, 52 Fed. 205, 3 C. C. A. 32;
Westinghouse v. Edison Electric Light Co., 63 Fed. 588, 11 C. C. A.
342; Boyden Power-Brake Co. v. Westinghouse Air-Brake Co,,
70 Fed. 816, 17 C. C. A. 430; Davis v. Parkman, 71 Fed. 961,
18 C. C. A. 398; Campbell v. Richardson, 76 Fed. 976, 22 C. C.
A. 669; Boynton Co. v. Morris Chute Co., 8 Fed. 225, 30 C. C.
A. 617; Brill v. St. Louis Car Co., 90 Fed. 666, 33 C. C. A. 213;
Simonds Rolling-Mach. Co. v. Hathorn Mig. Co., 93 Fed. 938,
36 C. C. A. 24; General Electric Co. v. International Specialty
Co,. 126 Fed. 755, 61 C. C. A. 329; Boyer v. Keller Tool Co., 127
Fed. 130, 62 C. C. A. 244; Sanders v. Hancock, 128 Fed. 424,
63 C. C. A. 166; Lackawanna Iron, etc., Co. v. Davis-Colby Ore,
etc., Co., 131 Fed. 68, 65 C. C. A. 306.]

886, SINGER MACH. CO. v. CRAMER, 192 U. S. 265, 48 L. ed. 437, 24 Sup.

On referring to the specification we find it there expressly de-
clared that the invention consisted “in the construction and com-
bination of parts hereinafter fully described and claimed, refer-
ence being had to accompanying drawings.” Nowhere, either
expressly or by reasonable inference, is it asserted that simply
the best or a preferable construction of the whole or any part
of the combination 1s what 1s described.

087, HATCH STORAGE BATTERY CO. v. ELECTRIC STORAGE BAT-
TERY CO,, 100 Fed. 975, 41 C. C. A, 133.

We are not permitted, in litigations of this character, to give
any word a particular interpretation when 1t is fairly capable of
another one which will enable the patent to cover the actual in-
vention,

688, ANTHONY CO. v. GENNERT, 108 Fed. 396, 47 C. C. A. 426.

To i1gnore the express functional limitation of the claim, viz.:
“whereby they are enabled to fold back into the case side by
side,” would be to create a new claim; not interpret the one
granted.

683, IRONCLAD MFG. CO. v. DAIRYMAN’'S MFG. CO., 143 Fed. 512, 74
C.C. A, 372,

The specification states that they are “preferably” of the
same area, and that they are “preferably” to overlap completely,
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in order to eliminate any limitation that might be implied if
these terms had not been used, and thus to save the claim from
being so narrowed that a can otherwise like that described would
not be covered by its terms.

690. AMERICAN SULPHITE PULP CO. v. HOWLAND FALLS PULP CO.,,
80 Fed. 395, 26 C. C. A. 500.

The evidence demonstrates—and quite likely Russell under-
stood—that some cement mixtures, commercially speaking, were
more desirable than others; and the word “cement,” used in the
claims, must be understood, when considered in connection with
the statutory description, as referring generally to cementitious
mixtures having the qualities which he describes.

091. AMERICAN CAN CO. v, HICKMOTT, ETC., CANNING CO., 142 Fed.
141, 73 C. C. A, 359.

Of course, an inventor can not by the mere use of the word
“means,” in reference to the accomplishment of a designated
function in a combination claim, appropriate any and all kinds of
mechanism or devices which may pertorm the specified func-
tion, or any other mechanism or device than that which is de-
scribed in the patent, or which is its equivalent. Reference must
be had to the specifications to ascertain the means which are
made an element of the claim and are protected by the patent.

632, UNION MATCH CO. v. DIAMOND MATCH CO., 162 Fed. 148, 89 C.
C. A 172,

While the claims of the patent specify the physical elements
of the combinations, they do not specify the means whereby
those elements perform their intended functions, but call for
“means” generally for performing them. By this is not meant,
as claimed by defendant’s learned counsel, all possible means for
accomplishing the result. Such comprehensiveness of claim
would not be patentable. * * * The claims in question by di-
rect terms refer to the specification ifor the means by which the
function, purpose, or object of the 1nvention is to be accom-
plished and to that we must look for them.

593. JEFFREY MFG. CO. v. INDEPENDENT ELECTRIC CO., 83 Fed. 191,
27 C. C. A, 512,

A broad construction, such as is now insisted upon, which
would include all cutting devices relied upon as holders, would
make his claim void for anticipation. In view of the history of
devices intended to perform the same function, performed by his
holder, his patent can only be saved by confining him to the spe-
cific form he has described and claimed.
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594, STEARNS v. RUSSELL, 85 Fed. 218, 29 C. C. A, 121.

To imply as elements of a claim parts not named therein for
the purpose of limiting its scope, so that it may be accorded nov-
elty, is contrary to a well-settled rule of the patent law.

595. STIRRAT v. EXCELSIOR MFG. CO., 61 Fed. 980, 10 C. C. A. 216.

If therefore, the claims of this patent warranted a construction
broad enough to cover the device of the appellee, we should have
no hesitation in holding 1t void for want of novelty.

59ba.

[The danger of attempting to broaden a claim by construc-
tion is pointed out in a series of cases which indicate that if the
claims be so broadened the patentee must submit aiso to the
risk of anticipation. That is, the patentees’ were between two
extremes. If the claims were construed to charge the defendants
with iniringement then the claims would be void for want of pat-
entable novelty. If so construed as to avoid infringement then
the defendants would not inifringe. For example, Sutter v. Rob-
inson, 119 U. S. 530, 30 L. ed. 492, 7 Sup. Ct. 376; Pope Mfg. Co.
v. Gormully, etc., Mig. Co., 144 U. S. 248, 36 L. ed 423, 12 Sup.
Ct. 641; Gates Iron Works v. Fraser, 55 Fed. 409, 5 C. C. A.

154.]

036. MULLER v. LODGE, ETC., TOOL CO., 77 Fed. 621, 23 C. C. A. 357.

If his invention is of a broad and meritorious character, such
as to work a decided advance in the art, it will require something
more than the use of reference letters in his claims to limit him
to the exact form of device he has described.

8¢ AMERICAN TOBACCO CO. v. STREAT, 83 Fed. 700, 28 C. C. A. 18.

The apron referred to in the second, third and fourth claims
1s the rolling apron, A, indicated by the letter “A” in the draw-
ings accompanying the patent, and is an essential part of each
claim, as well as the vital part of the patent itself.

698, M'CORMICK, ETC.,, MACH. CO. v. AULTMAN, ETC., CO., 69 Fed.
371, 16 C. C. A. 259,

Certainly neither of these cases establishes a hard and fast
rule that where a patentee claims the combination of certain ele-
ments shown in his patent, describing them by reference letters
in the drawings, he thereby deprives himself of the benefit of the
liberal doctrine of equivalents applicable to pioneer patents, if
otherwise he is entitled to its application.
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699. ROSS-MOYER MFG. CO. v. RANDALL, 104 Fed. 355, 43 C. C, A. 578.

The use of letters in describing a patented device has been
the subject of consideration in a number of cases in the Supreme
Court as well as in this court. Sometimes the letters have been
held to limit the inventor to the very device thus designated; in
other cases the mere usec of letters has not been held to deprive
the inventor of a liberal application of the doctrine of mechani-
cal equivalents. An analysis of the cases will show that the con-
clusion reached depends upon the character of the improvement
under consideration. If the invention is of a pioneer character,
highly meritorious in conception and usefulness, the mere use
of letters has been held not to limit the inventor to the exact
form of device shown, but he is entitled to a broader construction
of his patent, in view of the advance which he has made in the
art. However, if the field of invention is limited, and an im-
provement of a narrow character has been made, just sufficient
to cross the line which divides mechanical improvement from
patentable invention, the inventor will be allowed the specific
description shown and no more. In other words, he will he held
to have invented just what his claim shows to have been the spe-
cific subject-matter of his improvement. Without stopping to
analyze the case we think the following citations establish the
rule just stated.

600, STIRRATT v. EXCELSIOR MFG. CO,, 61 Fed. 980, 10 C. C. A. 216.

The claims and specitfications of every patent must be read
and construed in the light of a full knowledge of the state of the
art when the patent was issued. . A patent to the original in-
ventor of a machine which first performs a useful function pro-
tects him against all machines that perform the same function
by equivalent mechanical devices, but a patent to one who has
simply made a slight improvement on a device that performed
the same function before as aiter the improvement, is protected
only against those who use the very improvement he describes
and claims, or mere colorable evasions of it.

600a,

[When an inventor applies for a patent he is subject to the
presumption of law that he has before him all prior patents, prior
uses, prior publications and prior knowledge. Duer v. Corbin,
etc., Lock Co., 149 U. S. 216, 37 L. ed. 707, 13 Sup. Ct. 850.

The prior state of the art is always important as bearing upon
the construction of a patent and the question of infringement

even in cases where the prior art may not anticipate the inven-
tion. Deering v. Winona Harvester Works, 155 U. S. 286, 39 L.
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ed. 153, 15 Sup. Ct. 118. That is to say in the average case the
claim for the invention must be drawn in the light of the prior
art; and the claim of a patent must be construed in the light of

the prior art.}

601, THOMSON-HOUSTON ELECTRIC CO. v. HOOSICK R. C0.,, 82 Fed.
461, 27 C, C. A, 419.

It vould be waste of time to dwell upon the verbal differences
in these claims. The change in phraseology import nothing of
substance into their respective combinations. They describe the
same things in different language, and the draftsman seems to
have expended great ingenuity in cataloguing a group of synon-
yms.

602. MATHESON v. CAMPBELL, 78 Fed. 910, 24 C, C. A. 284.

In other words, having himself experimented only with three
or four bodies out of a group of hundreds, he proposes to set him-
self in the pathway of future experimenters with any or all of
the other bodies, and, as the result of each new experiment is dis-
closed, will fire away at it, calculating to “hit it if it is a deer,
and miss it if 1t 1s a cow.” That this is precisely what is con-
tended for is manifest from the statement, prominently set forth
in appellec’s brief.

603, CARLTON v. BOKEE, 84 U, S. 463, 21 L. ed. 517.

One void claim, however, does not vitiate the entire patent
if made by mistake or inadvertence and without any wilful de-
fault or intent to deiraud or mislead the public.

604. THOMSON-HOUSTON ELECTRIC CO. v. ELMIRA, ETC., R. CO,, 71
Fed. 396, 18 C. C. A, 145.

\While two or more inventions residing in the same combina-
tion or structure may be covered by a corresponding number of
claims in a single patent, the law does not require them all to be
claimed in the same patent, and the invention may, at the option
of the patentee, be secured by different patents. It is quite im-
material that both inventions originate at the same time and
from a single conception.

605. ANDERSON v. COLLINS, 122 Fed. 451, 58 C. C. A, 669.

Even where each of several appiications which subsequently
rpen into patents to the same inventor discloses all the inven-
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tions claimed in all the applications, and they are all pending at
the same time, no one of the applications or patents can be used
to anticipate any of the claims of the others which it does not
itself claim and secure.

606, IDE v. TRORLICHT, ETC., CARPET CO,, 115 Fed. 137, 53 C. C. A. 341

Where each of several applications which subsequently ripen
Into patents to the same inventor, describes an entire machine
and the inventions claimed in all of the applications, but no one
of the applications claims any invention claimed in any of the
.others, and they are all pending at the same time, the respective
dates of the applications and of the patents, and the dates when
the applications were filed are immaterial, and the applications
and the patents can not be used to anticipate each other.

0607, DAYTON FAN, ETC., CO. v. WESTINGHOUSE, ETC., MFG. CO,, 118
Fed. 562, &5 C. C. A. 390.

We have no disposition to depart from the rules in respect to
the identity of patents and the method of determining it, here
.adverted to, which we deem sound and reasonable; but it would
be a misapplication of them, and contrary to their spirit and pur-
pose, to say that independent inventions may not be the proper
subjects of independent patents, even though they may relate to
the same subject-matter, and one may dominate the other in the

same held.
% % K

Since, therefore, the invention of the specific means covered
by these claims for the special means and the generic invention
were for independent inventions, and neither had been given to
the public, it was competent for the inventor to take out a patent
for each; and we do not perceive that in such case it would be
-material that the taking out of the one patent was prior to that

.of the other.
* * %

And no valid reason exists why the patentee of an invention
may not enjoy the privilege of a stranger in thereafter obtaining
a patent for an independent invention made by him, although it
‘relate to the matter of his former patent, and was described but
not claimed, therein, provided he has not dedicated such inde-
pendent invention to the public.

608, WESTERN ELECTRIC CO. v. WILLIAMS-ABBOTT ELECTRIC CO,
108 Fed. 952, 48 C, C. A, 159,

The truth 1s that the kernel of the invention was taken out of
'this and made the subject of another application. Having dis-
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claimed it, the patentee can not now claim that invention to be
within the scope of the patent here in suit.

609, HILLARD v. FISHER, ETC., CO., 159 ¥ed, 433, 86 C. C, A. 469,

. The feature which gives validity to the patent in suit was ex-
- pressly carved out of No. 554,874 and reserved for patenting in
No. 580,281, The specification expressly says so. * * * ‘The
patent is thus clearly within the protection of the rule followed

by this court in Thomson-Houston Electric Co. v. Elmira Elec. R.
Co., 71 Fed. 396, 404, 18 C. C, A. 145.

610. PALMER, ETC., TIRE CO. v. LOZIER, 30 Fed. 732, 33 C. C. A, 255.

The rule rests upon the broad and obvious ground that, if the
second patent is for an invention, that was necessary to the use
of the invention first patented, it cannot be sustained. * * *
Undoubtedly, as pointed out in Miller v. Mfg. Co., supra, if the
second patent is for a distinct and separate invention, or, to put.
the matter in another way, has not been made integral with an-
other invention already patented, so as to be fairly necessary to
its use, 1t should be sustained if the other requisite conditions
exist.

¥ K K

One can not lawfully have two patents for one invention.
When once the invention has been used, as the consideration of
a grant, its value for that purpose is spent, and there is noth-
ing in it on which a second grant can be supported. And this
rule holds good though the scope of the patents n:  be differ-
ent. One can not extract an essential element of 1.is invention
from a former patent, without which the former patent would
not have been granted and make it the subject of a subesquent
patent.

611. PALMER v. BROWN, 92 Fed. 925, 35 C. C, A, 86.

The conception of a mechanism capable merely of producing
motion in a predetermined form, and the conc:ption of this
mechanism combined with other elements, in a mnachine produc-
ing work theretoiore done only by hand, are distinct. Had the
“movement” been in the prior art, we think that I’almer’s claims
to the protection by letters-patent of his quilting machine would
be well founded. As he has produced not only a quilting ma-
chine, but a part of that machine which may be used in other
machines, we see no reason why, by properly seeking protection
for all that he has invented, he should be deprived of the pro-
tection of letters-patent for that which he regards as his
chief invention.
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Are the two patents for the same invention? Looking first to
the letters-patent themselves, and comparing their claims we are
unable to say that the combination claimea in the earlier is iden-
tical with that claimed in the later, since the later specifically
claims elements not enumerated in the earlier. As the claims
are not coextensive, the fact that a given element is common to
both may be of little consequence. * * * The test of identity
afforded by a comparison of the claims of the two patents, haw-
cver, is not conclusive. We must be satisfied further that there
arc substantial differences, not merely varying descriptions of
one invention, or descriptions of a single invention in different
applications to use.

612, WESTERN ELECTRIC CO. v. WILLIAMS-ABBOTT, 108 Fed. 932,
48 C. C. A. 159.

By the general rule of patent law, a patent for the specific
device would cover all known equivalents, the range ot which
would be more or less broad according to the scope of the inven-
tion. Such equivalents represent in legal contemplation, the
same invention. One can not divide an integral invention, or
have two patents for the same thing.

613, JAMES v. CAMPBELL, 104 U. 8. 356, 26 L. ed. 786.

It is hardly necessary to remark that the patentee could not
include in a subsequeit patent any invention embraced or de-
scribed in a prior patent to himself, any more than he could an
invention embraced or described in a prior patent granted to a
third person. Indeed, not so well, because he might get a patent
for an invention before patented to a third person in this coun-
try, if he could show that he was the first and original inventor,
and if he should have an interference deciared.

614. OTIBAEggﬁvATOR CO. v. PORTLAND CO., 127 Fed. 557, 62 C. C.
. 339,

The complainant relies upon the disclaimer of the earlier pat-
ent: I do not here claim any of the features also shown and
claimed in my application and serial Nos. 157,771, 158,462 and
216962," Though reference is here made to the application for
the patent in suit, it is evident that a patentee can not thus with-
draw the invention which actually is embodied in the structure
claimed. le can not patent the structure, and by disclaimer

withdraw the invention which makes the structure patentable.
% *

The patentee can not subsequently start afresh and say: “I
have now another machine, which 1s exactly like the old one



§ 615 LETTERS-PATENT—CONSTRUCTION—SCOPE. 1059

in the use of the generic idea. I desire a patent upon it, but I
do not claim the feature in which the machine of my new appli-
cation differs from the old, but I claim what is exactly the same
as is in the old. I claim that machine again, and all others con-
taining the same invention.” Yet this is substantially the case

before us.

615, CROWN CORK, ETC., CO. v. STANDARD STOPPER CO., 136 Fed.
841, 69 °C. C. A. 200.

Where two patents are issued on the same day by the patent
office, and there is no other evidence of seniority between them
than such as appears from their several numbers, the earlier in
number must be regarded the senior and the earlier in publica-

tion.
* % K

If, however, the invention of the later patent is patented by
the earlier one, the earlier must, of course, invalidate the later,
for there can not be two valid patents for the same invention,
and the later patent is therefore void.

616. THOMSON-HOUSTON ELECTRIC CO. v. WESTERN ELECTRIC CO.,
158 Fed. 813, 86 C. C. A. 73.

The matter sought to be covered by the later patent is in-
separably involved in the matter embraced in the earlier patent,
and, therefore, the claims in controversy are void.

617, WARREN BROS. CO. v. CITY OF OWO0SSO0, 166 Fed. 309, 92 C. C.
A. 227,

The presumption that he believed himself to be the inventor
of the pavement for which he was given a patent must be our
starting point in determining whether his patent is defeated by
anticipation. That somebody had, in fact, made the same
composition before he did, does not necessarily defeat his pat-
ent. In one sense he would not be the first inventor in such
case. DBut in the sense of the patent statute, he is the first
inventor who, by his own thought makes an article or material
and first perfects and adapts his discovery to actual use, al-
though someone may have previously made a similar article
without putting it to practical use or given his discovery to the
public in any way.

618. NATIONAL CASH REGISTER CO. v. AMERICAN CASH REGISTER

CO., 53 Fed. 367, 3 C. C. A, 559.

The result which he achieved was a distinct and single one,
which had not, by any means, been previously attained. He
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entered upon a barren territory in the domain of invention, and
was the first to occupy and appropriate it. IHe was a pioneer,

619, WESTERN ELECTRIC CO. v. ROBERTSON, 142 Fed. 471, 73 C. C. A.
087,

A primary invention is “one which performs a function never
performed by any earlier invention.” A secondary invention
is one which performs a function previously performed, but in
a substantially different way. Walker on Pat. Secs. 353, 339,
This word (pioneer) although used somewhat loosely, is com-
monly understood to denote a patent covering a function never
before performed, a wholly novel device, or one of such novelty
and importance as to mark a distinct step in the progress of the
art, as distinguished from a mere improvement or perfection of
what had gone before.

620. WESTINGHOUSE, ETC., MFG. CO. v. STANLEY INSTRUMENT CO,,
133 Fed. 167, 68 C. C. A. 523.

Where the originator has boldly struck out into a practical
application, and stated it, though only in general terms, he has,
for the most part, made his conception clear even though the
mechanical details have not been expressed or thought out.

621, SCOTT v. FISHER, ETC., MACH. CO., 145 IFed. 915, 76 C. C. A. 447.

It may, therefore, fairly be said that he fulfilled the require-
ments of a generic invention, in that he devised a machine which
performed the function of looping on a ribbed fabric, a function
never performed thereon by any earlier machine, and thereby
produced a result never before produced, namely, a ribbed fabric
capable of being fleeced, and that in doing this he exercised 1n-
vention of a high order.

622. SMITH v. GOODYEAR, ETC., CO,, 93 U. S. 486, 23 L. ed. 932,

We do not say, the single fact that a device has gone into
general u: 2 and has displaced other devices which had previous-
lv been employed for analogous uses, establishes in all cases that
the later device involves a patentable mmvention. It may, how-
ever, alwavs be considered; and, when the other facts in the
case leave the question in doubt, it 1s sufficient to turn the scale.

623. TOPLIFF v. TOPLIFF, 145 U. S. 156, 36 L. ed. 638, 12 Sup. Ct. $25.

\Vhile the question of patentable novelty in this device 1s by
no means free from doubt, we are inclined, in view of the ex-
tensive use to which these springs have been put by manufac-
turers of wagons, to resolve that doubt in favor of the patentees.
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¢24, MAGOWAN v. NEW YORK, ETC,, CO., 141 U. S. 332, 85 L. ed. 781,
12 Sup. Ct. 71.

It is remarked by Judge Nixon in his opinion, as a fact not
to be overlooked and having much weight, that the Gately pack-
ing went at once into such extensive public use as almost to su-
persede all packings made under other methods; and that that
fact was pregnant evidence of its novelty, value, and usefulness.
(Smith v. Goodyear, etc., Co., 93 U. S. 480, 23 L. ed. 952; Loom
Co. v. Higgins, 105 U. 5. 580, 26 L. ed. 1177.) It may also be
added, that the evidence shows that the Gately packing was put
upon the market at a price from 15 to 20 percent. higher than
the old packings, although it cost 10 percent. less to produce it.

6%5. KALAMAZOO RY. SUPPLY CO. v. DUFF MFG. CO.,, 113 Fed. 264, 51
C. C. A. 221,

The fact that the complainant’s device was at once success-
ful, and that, to a large extent, it practically displaced all lifting
jacks in previous use, must De regarded as a circumstance of
decided significance. Such circumstance clearly discloses the
meritoriousness of the device or invention. And it 1s well set-
tled that, when the question of patentable novelty is fairly open
to doubt, the practical success of the device, with the fact that
it displaced similar devices in previous use, is sufficient to turn
the scale in favor of the invention.

620. WESTINGHOUSE, ETC.,, MFG. CO. v. UNION CARBIDE CO0., 117 Fed.
493, 55 C. C. A, 230.

If there 1s any doubt upon the question of patentability, the
practical and commercial results of the improvement must re-
solve suich doubts in its favor.

* k%

It 1s at most merely the use of an old device for 2 new and
analogous purpose, without the necessity of any adaptation 1n
order to discharge the old function in the new device. Its con-
fessed commercial success, therefore, cannot be accepted as evi-
dence of invention.

62¢. DOWAGIAC MFG. CO. v. MINNESOTA MOLINE PLOW CO0., 118 Fed.
136, 55 C. C. A. §6.

The testimony shows that the public by large purchases ap-
preciated Hoyt’s device; and while this fact is not controlling, it
1s entitled to consideration, when commercial success is not
shown to be due to other causes.
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628. BRUNSWICK-BALKE-COLLENDER CO. v. THUM, 111 Fed. 904, 50
C. C. A, 61,

Within three years after the issuance of the patent, 90 per-
cent. of the existing bowling alleys have had the new style, or
Reisky, returnways. In the face of this evidence, we cannot
hold that this improvement is devoid of patentable invention.

629, CROWN CORK, ETC., CO. v. STANDARD STOPPER CO., 136 Fed. 841,
69 C. C. A. 200.

It is urged that the great commercial success which has
attended the introduction of the patented cap is persuasive that
it supplied a want long felt, and which previous inventors had
not been able to meet, and is therefore evidence of its patentable
novelty. Such an argument is always legitimate, but in this
case has not the usual force, first, because the caps put upon
the market seem to have been made according to the earlier
Painter patent; * * * and, secondly, because the success
is largely attributable to the machine used for fastening the
caps on the bottles, and which enables it to be done with great
rapidity and efficiency.

630, KENNEY v. BENT, 87 Fed. 337, 38 C. . A, 203.

From aught that appears, it may have come irom his su-
perior construction, or the other claims of the patent, and es-
pecially from the fact that he omitted all adjusting devices.

631, GLOBE-WERNICKE v. MACEY CO., 119 Fed. 696, 56 C. C. A. 304.

The fact * * * that these bookcases have gone into ex-
tensive use is due, as we think, to the elegant workmanship em-
ployed in their manufacture, and the convenience of having the
sections separable, aided by the energy with which, as the bill
states, they were pressed upon the market.

632, NEW YORK BELTING, ETC., CO. v. SIERER, 158 Fed. 819, 86 C. C.
A, T9.

A large part of the success of the complainant’s tiles is un-
doubtedly due to their thickness and the secret composition of
which they are made.

633, BALL & SOCKET FASTENER CO. v. EDGARTON MFG. CO., 96
IFed, 489, 37 C. C. A, 523,

The device was known for over 12 years before this bill was
filed; and yet during the whole of that period it never has been
put to practical use. If the case had been otherwise, the prac-
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tical result might have enabled us to give the patent the support
which might have come therefrom.

634, CAMPBELL, ETC., MFG, CO. v. DUPLEX PRINTING-PRESS CO,
101 Fed. 282, 41 C. C. A. 351.

The Stonemetz patent did not go into use at all. These
facts would not of themselves establish that the inventions were
not novel and usetul, but such circumstances, unexplained, give
additional ground for the belief that no very substantial im-
provement of the art was made.

635, IDEAL STOP:I;ER CO. v. CROWN CORK, ETC,, CO.,, 131 Fed. 244, 65
C. C. A, 436.

Commercial success is not an infallible standard by which to
test the merit of an invention. Such success is often due to
mere business ability in manufacturing, exploiting, and adver-
tising'; but given a large demand for a particular thing, a mar-
ket already created, and in an invention which it is free to use,
the fact that it is not used strongly demonstrates its inadequacy.

636. DRAPER CO, v. AMERICAN LOOM CO., 161 Fed. 728, 88 C. C. A, 588.

It is urged on us that the complainant made no comimercial
use of the patented device; but, utility and patentability being
otherwise established, we are not required to investigate the ex-
cuse given by complainant for nonuser.

63:. LEWIS, ETC., MACH. CO. v. PREMIUM MFG. CO., 163 Fed. 950, 90
C. C. A, 310.

It is objected that no machine, conforming to the specifica-
tion of the first patent, was ever used or placed upon the market.
* % % During the life of his monopoly, a patentee is under no
obligation to use or place upon the market a device or machine
embodying his invention.

638, OSGOOD DREDGE CO. v. METROPOLITAN DREDGING CO., 75 Fed.
670, 21 C. C. A, 491,

The complainant has pressed upon us advertisements and
other public declarations of the respondent maintaining the pat-
entability of dredgers of the general character of the one in is-
sue. In that class of litigation in which results can affect no
interests except those of the parties to it, the court may well
give weight to declarations of that nature; but with reference
to a patent for an invention, which is of public concern such
declarations are of little consequence, and neither the inventor
nor the alleged infringer can be permitted to substitute his own
acts or opinions for the judgment of the court.

15—PATENTS—~VOL, 2.
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639, CLE&TELAND FOUNDRY CO. v. KAUFFMAN, 135 Fed. 360, 68 C
. A. 608.

The learned judge said: “The case is a close one. We have
not arrived at our conclusion without hesitation, and there are
grounds for strongly urging a different one.” But we think that
the doubt which he seems to have entertained should have been
resolved in support of the patent.

640, CONSOLIDATED, ETC., TIRE CO. v. DIAMOND RUBBER CO., 162
Fed, 892, 89 C. C. A. 582.

Another volume of 500 pages has been added to the library
which has accumulated during the last ten years through the
efforts of many defendants who seem determined to use what
they, in effect, assert to be a useless device. The indomitable
persistency with which these people have fought for the right
to use the Grant tire is more persuasive evidence of its merits
than the opinions of experts.

641, NATIONAL, ETC., CO. v. INTERCHANGEABLE, ETC., CO., 106 Fed.
693, 40 C. C. A. 544,

The fact that his combination had not suggested itself to any
mechanic skilled in the art during 12 years of diligent search
and effort for improvement; the facility and rapidity with which
it took the place of old devices and went into immediate and ex-
tensive use as soon as it was disclosed—all these facts converge
upon the mind with compelling force to prove that the striking
and effective improvement he made was the production, not of
the skill of the mechanic, but of the intuitive genius of the in-
ventor,

612, GENERAL ELECTRIC CO. v. WAGNER ELECTRIC MFG. CO., 130
Fed. 772, 66 C. C. A. d2.

We have been unable to find in the prior art any single de-
vice, or any sufficiently definite suggestions derivable {rom the
various devices, which sustain the contention of detendants that
the patented improvement is merely the result of mechanical
skill. The reasons for the conclusion that the patented device
involved invention sufficiently appear from a comparison of its
construction, adapted to attain the objects stated in the speci-
fication and the practical results thereby secured, with the im-
practicability or insufficiency of the devices of the prior art.
The failure of defendants to avail themselves of said earlier de-
vices or immprove them, and their bodily appropriation of the
patented construction, is most persuasive upon the question of
invention.
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648, MOTT IRON WORKS v. STANDARD, ETC., MFG. CO.,, 159 Fed. 135,
86 C. C. A. 325.

Indeed its inventive character is evidenced by the alleged
anticipatory uses in the respondent’s works. The combined use
of a pneumatic hammer with a sieve was some years before
there tried and abandoned. The evidence of exact practice
is not such as to establish an anticipatory use, for it is contra:
dictory as to how the hammer was applied, but the highly signifi-
cant fact is that, even with the thought of a possible combination
of pneumatic hammer and sieve suggested to men skilled in
that art, they were not able to mechanically place the two in
successful operative relation. But Arrott did just what they
failed to do. He contributed to an important industry a device,
labor-saving, eftfective, and which, in relieving to a degtree labor
under fierce heat conditions, rose to the plane of the humane.
And it was these results which the respondent failed to secure
that made Arrott’s work invention, and theirs a fruitless and
abandoned experiment.

611, SCHENCK v. SINGER MFG. CO.,, 77 Fed. 841, 23 C. C. A. 494,

In view of the prior state of the art thus exhibited, it seems
now to have been a very simple thing to do what was done by
the patentees. It was only necessary for them to take the Levitt
frame, change the location of the brace, perhaps enlarge the
diameter of its arms, remove the metallic loop, and insert in
the cross brace the short shait shown in the patent to Brill.
But the record in this case aftords extrinsic evidence of a most
convincing kind that what was done by the patentees was not
an obvious thing, and that the change of organization was not
one which the skilled mechanics of the particular art could have
suggested and ntroduced without the exercise of inventive fac-
ulty. This evidence i1s supplied, not only by the many patents
for improvements, which fell short of producing the simple,
compact, less expensive, and more effective bearings of the pat-
ent, but by the sterility, during 20 years, of the great army of
mechanics employed by the various sewing machine manufac-
turers. The complainant itself, from 1865 to 1879, used the
overhung stud, and for several years of that period its machines
contanied cross-braces readily adaptable to the office of the pat-
ented brace. It emploved a vast number of skilled workmen.
Yet to none of them did the suggestion occur which is embodied
In the new organization of the patentees. The simple change
made by the patentees has proved so valuable that the com-
plainant has adopted it in more than 9,000,000 sewing machines.
The sewing machine company whose president is the defendant
in this suit has also adopted it. No one can examine the bear-
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ings of the patent, even cursorily, and compare them with those
previousl~ in use, without recognizing the meritorious improve-
ments which they embody. We agree with the court below that
these improvements were invention, and not merely the exercise
of mechanical skill and adaptation.

640, HOBBS MFG. CO. v. GOODING, 111 Fed. 403, 49 C. C. A. 414.

It aided to make a successful machine; and the fact that
Cushman failed to accomplish that result notwithstanding his
ingentuity, weighs strongly in favor of the patentability of the
complainant’s box form, simple as it is.

646, LLOOM CO. v. HIGGINS, 105 U. S. 580, 26 L. ed. 1177.

If Davis was the inventor of the wire motion applied to these
looms, why did he not apply for a patent for it? He was al-
ready a patentee of a different and inferior apparatus. He knew
all about the method of going about to get a patent. He be-
longed to a profession which is generally alive to the advan-
tages of a patent right. On the hypothesis of his being the real
inventor his conduct is inexplicable.

647. AUSTIN MFG. CO. v. AMERICAN WELLWORKS, 121 Fed. 76, 57 C.
C. A, 330,

The defendant furnishes strong evidence of its utility by per-
sistent adoption of means for like purpose.

648. SANDERS v. HANCOCK, 63 C. C. A. 166, 128 Fed. 424,

And, having regard to the presumption cf validity arising from
the grant, the success which 1t has attained, the non-existence of any
anticipation, and the adoption of it by the defendant in his business,
with express notice of the patent, and with a view to profit by it, we
think we should hold the combination of claim 2 to be valid.

649, CLARK v. WILSON, 30 Fed. 372.

. As at the time he obtained this patent he had been en-
ogaged for over 25 years 1n the manufacture and sale of rolling me-
tallic shutters, and it was open to him to adopt the joint of the
prior art, his adoption of the joint of the patent is quite persuasive
evidence of 1its merit. That the changes of form were not an
obvious thing, but mvolved invention, 1s shown by the fact that for
a period of 40 years since the earlier invention in metallic shutters
no one seems to have conceived of the practicability of the improve-

nient,
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650, HILLARD v. FISHER, ETC., CO., 159 Fed. 439, 86 C. C. A. 469.

It is difficult to imagine an instance where a patent should
be defeated on this ground [want of utility] at the instigation
of one who 1s himself persistently using the very thing which
he denounces as useless.

651, CLOUGH v. GILBERT, ETC., MFG. CO., 106 U. S. 178, 27 L. ed. 138,
1 Sup. Ct. 198.

We think, from the evidence, that these modifications were
new and useful, and sufficient in character to sustain a patent.
The burner in the form patented by Barker appears to have
superseded the burner in the form patented by Clough, and,
after Barker had introduced his burner into use, Clough com-
menced making for market bhurners in the same form.

652. FARIES MFG. CO. v. BROWN, ETC., CO,, 121 Fed. 547, 57 C. C. A. 609,

The advance seems simple enough. One wonders why,
pending its adoption, twelve years went by. But the same won-
der accompanies every step forward in the useful arts. The
eye that sees a thing already embodied 1n mechanical form gives
little credit to the eye that first saw it in imagination. But the
difference is just the difference between what is common obser-
vation and what constitutes an act of creation. ‘The one is the
eye of inventive genius; the other of a looker-on after the fact.
Considering the utility of the new knot, and the unavailing ef-
forts prior to the patent in suit, to reach some correction of the
existing defects, and the length of time those efforts went on,
we are convinced that the patent under consideration evinces
something more than mere mechanical skill. (Patent No. 328,452,

for Clieck-Row Wire.)

(53, EDISON v. AMERICAN MUTOSCOPE CO., 114 Fed. 926, 52 C. C. A.
0460,

Undoubtedly Mr. Edison, by utilizing this film and perfect-
ing the first apparatus for using it, met all the conditions neces-
sary for commercial success. This, however, did not entitle
him, under the patent laws, to a monopoly of all camera appa-
ratus capable of utilizing a film. Nor did it entitle him to a
monopoly of all apparatus employing a single camera,

634, PARK, ETC,, CO. v. HARTMAN, 153 Fed. 24, 82 C. C. A. 158.

But one who makes or vends an article which is made by a
secret process or private formula cannot appeal to the protection
of any statute creating a mcnopoly in his product. * * *



1068 PATENTS. ] 655

The process or the formula is valuable only so long as he keeps
it secret. The public is free to discover it if it can by fair and
honest means, and, when discovered, anyone has the right to
use it. Chadwick v. Covell, 151 Mass. 190, 23 N. E. 1068, 6 L.
R. A. 839, 21 Am. St. 442; Tabor v. Hoffman, 118 N. Y. 30, 23
N. E. 12, 16 Am. St. 740; Peabody v. Norfolk, 98 Mass. 452, 96
Am, Dec. 664; Vulcan Detinning Co. v. American Can Co., 67
N. J. Eq. 243, 58 Atl. 290,

666, PROVIDENCE RUBBER CO. v. GOODYEAR, 76 U. S. 788, 19 L. ed
066.

A machine may be new, and the product or manufacture pro-
ceeding from it may be old. In that case the former would be
patentable and the latter not. The machine may be substan-
tially old, and the product new. In that event, the latter and
not the former, would be patentable. Both may be new or both
may be old. In the former case both would be patentable; in
the latter neither. The same remarks apply to processes and
their results. Patentability may exist as to either, neither or
both, according to the fact of novelty, or the opposite. The
patentability or the issuing of a patent as to one, in no wise
affects the rights of the inventor or discoverer in respect to the
other. They are wholly disconnected and independent facts.
Such 1s the sound and necessary construction of the statute,

656. UNITED STATES EX REL. STEINMETZ v. ALLEN, 192 U. 8. 543,
48 L. ed. 655, 24 Sup. Ct. 416.

Can it be said that a process and an apparatus are inevitably
so independent as never to be “connected in their design and
operation?” They may be completely independent. * * *
But they may be related. They may approach each other so
nearly that 1t will be difficult to distinguish the process from
the function of the apparatus. In such cases the apparatus
would be the dominant thing, DBut the dominance may be re-
versed and the process carry an exclusive right, no matter what
apparatus may be devised to perform it.

657. HOFF v. IRONCLAD MFG. CO., 139 U. S. 326, 35 L. ed. 179, 11 Sup. Ct.
580.

It may be true that Reynolds conceived the idea of his hod
from an examination of the Hoff device; but he is none the
less entitled to claim that the Hoff patent had been anticipated
by prior devices, especially when such prior devices appear to
show a complete anticipation of his own.
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658, DEERING v. WINONA HARVESTER WORKS, 155 U. S. 286, 39 L.
ed. 153, 15 Sup. Ct. 118.

Oral tes_timony, unsupported by patents or exhibits, tending
to show prior use of a device regularly patented is, in the na-
ture of the case, open to grave suspicion.

659. CANTRELL v. WALLICK, 117 U. 8. 689, 29 L. ed. 1017, 6 Sup. Ct. 970.

The burden of proof is upon the defendants to establish this
defense. Ifor the grant of letters patent is prima facie evidence
that the patentee is the first inventor of the device described
in the letters patent and of its novelty.

660. KIRCHBERGER v. AMERICAN, ETC., BURNER CO., 128 Fed. 599,
64 C. C. A. 107.

We conclude, however, that inasmuch as defendants’ con-
tention 1s based on the claim that the Buller or other devices
of the prior art were capable of practical successful operation
when made of lava or steatite, the burden was upon the defend-
ants to prove this fact as part of their prima facie case.

661. McMICHAEL, ETC., MFG. CO. v. RUTH, 128 Fed. 706, 63 C. C. A. 304.

It is perhaps possible for an expert, having the patent in suit
before him, to build up the structure covered by these claims,
by selecting and deftly adapting appliances theretoiore known,
“yet it would still be true that neither the same combination in
its entirety nor the same mode of operation” had previously
been described or in any manner exemplified.

662, AMERICAN ROLL-PAPER CO. v. WESTON, 59 Fed. 147, 8 C. C. A.
00,

We are fully sensible of the just criticisms which were made
upon this class of testimony by the supreme court in the case
of Washburn & Moen Manuf'g Co. v. Beat "Em All Barbed-Wire
Co., 143 U. S. 275, 12 Sup. Ct. 443, and many times repeated by
that and other courts in dealing with such cases; but it is im-
possible to resist this mass of testimony, coming as it does from
witnesses who are unimpeached, and, possibly with one excep-
tion, wholly disinterested.

663, FARMERS’ MFG. Co. v. SPRUKS MFG. CO., 127 Fed. 691, 62 C. C. A.
147,

Considering this patent as an alleged limiting or anticipating
document, what would a person skilled in the art of barrel
making produce from inspecting the drawings of the patent and
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following it? Nothing but a tight, unventilated barrel, with
a cylindrical center and cones at the ends. For nearly 30 years
it had been on the public record without producing any effect
on the art or trade of barrel making. It cannot be said that a
patent for a device which fails to accomplish the desired end
1S an anticipation of one which successfully accomplishes it.

664. COLUMBUS CHAIN CO v. STANDARD CHAIN CO., 148 Fed. 622,
78 C. C. A, 39%4.

The burden was on appellant to establish that he invented
his device prior to December 27, 1894, and that beyond a rea-
sonable doubt. It is well settled that, if a defendant seeks to
invalidate the patent in suit by showing by oral testimony,
prior invention, the proof must be clear, satisfactory, and be-
yond reasonable doubt. [Barbed Wire Patent, 143 U. S. 275, 36
L. ed. 154, 12 Sup. Ct. 443, 450; American Roll-Paper Co. v.
Weston, 59 Fed. 147, 8 C. C. A. 56.] It is also the law that,
if a plaintiff seeks to maintain the patent in suit by showing by
oral testimony invention prior to a patent which anticipates it
and would otherwise invalidate it, the proof must be of the
same character.

66b, WESTINGHOUSE, ETC., MFG. CO. v. NEW ENGLAND GRANITE
CO., 110 Fed. 753, 49 C. C. A. 151.

Giving to Deprez’s theorem all the value to which it 1s en-
titled, its application by Tesla to the production of a new, orig-
inal and most beneficial practical result by new and described
means and the use of polyphase alternating currents—in brief, by
the polyphase system—and the apparatus of Tesla was an in-
vention of a very high order. The defense of non-patentability
was elaborated in the record in the most painstaking manner,
and with abundant reference to statements and theories of scien-
tists who preceded Tesla, and who were trying to discover the
laws of a mysterious natural force, the utilization of which is
still far from complete development. Each was prospecting
in a mine not thoroughly explored, and dimly lighted, and each
produced something of value; but the attempt to minimize Tes-
Ia’s invention of the method of successfully using electricity
for very important purposes by means theretofore thought to
be impracticable rested upon a very inadequate foundation.

666. EDISON v. AMERICAN MUTOSCOPE CO., 114 Fed. 926, 52 C. C. A.
046.

We are not satisfied that the apparatus is inoperative, but
incline to the opinion that the alleged defects are merely in de-
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tails of construction, which would be readily obviated by the
skilled mechanic. The presumption arising from the grant of
the United States patent must prevail in the absence of proof to

overthrow 1it.

667, LINCR.LIE IRON WORKS v. McWHIRTER CO., 142 Fed. 967, 74 C.
C. 2.

[The essential poimnt of the patent was fastening together two
tables. It was asserted that Gilmour had obtained a concep-
tion from Brown. The court held that this was not prooif but
that Brown had communicated to Gilmour only knowledge
which was accessible to all who might have chosen to familiar-
ize themselves with the prior art.]

668, WESTINGHOUSE AIR-BRAKE CO. v. CHRISTENSEN ENGINEER-
ING CO.,, 128 Fed. 437, 63 C. C. A, 179.

It may be assumed that Boyden of 1883 and Holleman were
mere paper patents not capable of successful practical operation.
But this does not defeat their relevancy as limitations upon the
scope of the patent in suit, provided they sufficiently embody the
elements and disclose the principle of operation of said patent.

669. WESTINGHOUSE AIR-BRAKE CO. v. GREAT NORTHERN R. CO.,,
88 Fed. 258, 31 C. C. A. 52).

Prophetical suggestions in English patents of what can be
done, when no one has ever tested by actual and hard experience
and under the stress of competition the truth of these sugges-
tions, or the practical difficulties in the way of their accom-
plishment, or even whether the suggestions are feasible, do not
carry conviction of the truth of these frequent and vague state-
ments, * * * and the result which was then reached is
not shaken by merely a single sentence in the English patent.

60, DRAPER CO. v. AMERICAN LOOM CO., 161 Fed. 728, 88 C. C. A. 588.

Of course where mechanical improvements have moved so
fast as they have in the last half century, great caution is re-
quired in investigating alleged anticipations which date back
nearly the whole of that period; and, so far as they did not go
mto use, so there was no practical exhibition of them, it is often
difficult to determine whether they disclosed such full, clear
and exact terms as are necessary to anticipate.
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471, DEERING v. WINONA HARVESTER WORKS, 155 U. 8. 286, 39 L.
ed. 163, 15 SBup, Ct. 118.

These devices, though not claimed to fully anticipate the Olin
patent in suit, are important in their bearing upon the construc-
tion of this patent and upon the alleged infringement by the
defendants.

0§72, NATIONAL, ETC,, CO, v. SWIFT, 104 Fed. 87, 43 C, C. A. 421.

The contention that these prior patents must be treated as
failures—as mcre paper patents of no practical value—is un-
tcnable. *“The very fact” of the grant of a patent for the pro-
cess described “is some evidence of its operativeness, as well
as of its utility,” when introduced by way of anticipation.

i3, VAN EPP8 v. UNITED BOX, ETC., CO., 143 Fed. 869, 75 C. C. A. 77.

In these circumstances, the rule frequently invoked in the
cas¢ of incre paper patents may with much greater force be
applied to these machines, which, even though they may have
worked impetfectly, were confessedly capable of a limited, suc-
cessful, practical operation. Where such patents, or the ma-
chines constructed under them, embody the principle covered
by a later patent, the mere fact that they are not capable of
successful practical working because of objections as to the
minor matters of detatl in eonstruction will not deprive them
of their ceffect as defenses where they sufficiently disclose the
invention claimed in the later patent.

4. BANDERS v. HANCOCK, 128 Fed. 424, 63 C. C. A, 166.

We have no doubt that Iardy had no knowledge of any of
these former patents, for they had not been much extended in
use or public notice; but the consequence of their existence no
less affects his claim of novelty than if he had known all about
them, notwithstanding their obscurity.

675, CANDA v, MICHIGAN, ETC,, IRON CO., 124 Fed. 186, 61 C. C. A, 134,

Nor can we think that the existence in the Patent Office of
samething which might merely supply a hint, but was not spe-
cifically described or claimed as intended to be covered by a
patent, onght to be held as an anticipation of an otherwise valid
invention.  Inventors are not preclided by the embryonic and
shapeless ideas fornd in former patents, any more than they are
by such undeveloped matter existing clsewhere.
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6:6. KIRCHBERGER v. AMERICAN, ETC.,, BURNER CO., 128 Fed. 599,
61 C, C. A. 107.

Said Bullier patent does not anticipate the patent in suit be-
cause: (1) The defendants have failed to show that it is capable
of successful practical operation, or that the objections thereto
were such as could be obviated without the exercise of the fac-
ulty of invention, * * * (2) Because, being a foreign pub-
lication, it does not contain a substantial representation of the
patent improvement in such clear and exact terms as to enable
a person skilled in the art to construct and practice the inven-
tion. * * * (3) It appears that it does not operate upon the
theory or in the manner covered by the invention in suit.

67i. CARNEGIE STEEL CO. v. CAMBRIA IRON CO, 185 U, S. 403, 46 L.
ed, 968, 22 Sup. Ct. 698,

A process patent, such as that of Jones, is not anticipated
by mechanism which might, with slight alterations have been
adapted to carry out that process, unless, at least, such use of
it would have occurred to one whose duty it was to make practi-
cal use of the mechanism described. In other words, a process
patent can only be anticipated by a similar process. A mechan-
ical patent is anticipated by a prior device of like construction
and capable of performing the same function but it is otherwise
with a process patent. The mere possession of an instrument
or piece of mechanism contains no suggestion whatever of all
the possible processes to which it may be adapted. (New Process
Fermentation Co. v. Maus, 122 U. S. 413, 30 L. ed. 1193, 7 Sup. Ct.
1304.) If the mere fact that a prior device might be made effective
for the carrying on a particular process were sufficient to anticipate
such process, the absurd result would follow that, if the process
consisted merely of manipulation, it would be anticipated by the
mere possession of a pair of hands.

Xk ok

Some of the expressions taken by themselves, seem to fore-
shadow the Jones idea; but there was nothing in any of these
discussions that filled the requirement of the law (Rev. Stat.
sec. 4880) of a description in a publication sufficient to anticipate
the patent.

6i8. ELECTRIC ACCUMULATOR CO. v. BRUSH ELECTRIC CO., 52 Fed.
130, 2 C. C. A. 682

It. therefore, serves no useful purpose to strive to show that
the Brush patent was anticipated because some pre-cxisting
scientist has described a battery which corresponds with the
general phraseology of the claims, provided their language
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should be so construed as to include the c]ass of batteries which
has been mentioned, a construction which is forbidden by the
history of the invention and by a disinterested examination of
the patent.

680, WICKELMAN v. DICK CO., 88 Fed. 264, 31 C. C. A. 530.

The case is one for the application of the doctrine, well set-
tled in the law of patents, that novelty 1s not negatived by a
prior accidental production of the same thing, when the operator
does not recognize the means by which the accidental result
is accomplished and no knowledge of them or of the method
of its employment is derived from it by any one.

648b, BROWN v. GUILD, 90 U. S. 181, 23 L. ed. 161.

If, upon the whole of the evidence, it appears that the al-
leged prior invention or discovery was only an experiment and
was never periected or brought into actual use, but was aban-
doned and never revived by the alleged inventor, the mere fact
of having unsuccessfully applied for a patent therefor cannot
take the case out of the category of unsuccessful experiments,

6¢0. MILLER v. EAGLE MFG. CO., 151 U, S. 186, 3§ L. ed. 121, 114 Sup.
Ct. 310.

That which infringes if later, anticipates if earlier.
[And many other cases.]



PART X.

AMENDING, CORRECTING, REPEALING, EXTENDING
PATENTS.

Statutes and Rules of Practice—Reissue—2Must Be for Same
Invention \Which Should Have Been Covered by Original—
When Claims May Be Broader Than in Original Patent—Er-
ror Arising from Inadvertence, Accident or Mistake, and Force
of Grant by Commissioner of Patents—Reinstating Cancelled
or Rejected Claims—Requirement of Reasonable Diligence—
“Intervening Rights”"—Lffect of Surrender of Original Patent—
General Rules and Illustrations—Certificate of Correction—Dis-
claimers—Repeal by Government—Extension,

STATUTES.
(Reissue of defective patents.)

Sec. 4916. Whenever any patent is inoperative or invalid,
by reason of a defective or insufficient specification, or by rea-
son of the patentee claiming as his own invention or discovery
more than he had a right to claim as new, if the error has arisen
by inadvertence, accident, or mistake, and without any fraudu-
lent of deceptive intention, the Commissioner shall, on the sur-
render of such patent and the payment of the duty required by
law, cause a new patent for the same i1nvention, and in accord-
ance with the corrected specification, to be issued to the patentee,
or, in case of his death or of an assignment of the whole or any
undivided part of the original patent, then to his executors, ad-
mimstrators, or assigns, for the unexpired part of the term of
the original patent. Such surrender shall take effect upon tne
1ssue of the amended patent. The Commissioner may, in his
discretion, cause several patents to be issued for distinct and
separate parts of the thing patented, upon demand of the appli-
cant, and upon payment of the required fee for a reissue for each
of such reissued letters patent. The specifications and claim in
every such case shall be subject 16 revision and restriction in the
same manner as original applications are. KEvery patent so re-
1ssued, together with the corrected specifications, shall have the
same eftect and operation in law, on the trial of all actions for
causes thereaiter arising, as if the same had been originaliy filed

in such corrected form; but no new matter shall be introduced
1075
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into the specification, nor in case of a machine patent ‘shall the
model or drawings be amended, except each by the other; but
when there is neither model nor drawing, amendments may be
made upon proof satisfactory to the Commissioner that such
new matter or amendment was a part of the original inven-
tion, and was omitted from the specification by inadvertence,
accident, or mistake, as aforesai-l.

(Disclaimer.)

Sec. 4917. Whenever, through inadvertence, accient, or
mistake, and without any fraudulent or deceptive intention, a
patentee has claimed more ti:an that of which he was the orig-
inal or first inventor or discoverer, his patent shall be valid for
all that part which is truly and justly his own, provided the
same is a material or substantial part of the thing patented;
and any such patentee, his heirs or assigns, whether of the whole
or any scctional interest therein, on payment of the fee
required by law, make disclaimer of such parts of the thing pat-
ented as he shall choose to claim or to hold by virtue of the
patent or assignment, stating therein the extent of his interest
in such patent, Such disclaimer shall be 1n writing, attested
by one or more witnesses, anc. _rcorded in the Patent Office;
and it shall thereafter be considered as part of the original spec-
ification to the extent of the irterest possessed by the clanmant
and by those claiming under him afte .he record therzof. But
no such disclaimer shall affect any ac.ton pending at the time
of its being filed, except so far as may relate to the question of
unreasonable neglect or delay in filin it.

(Suit for infringement wiiere specification is tco broad.)

Sec. 492z, Whenever, through inadvertence, accident, or
mistake, and without any willful default or intent to defraud or -
mislead the public, a patentee has. ir his specification, claimed
to be the original and first inventor or discoverer of any mate-
rial or substantial part of the thing patented, of which he was
not the criginal and first inven. or or discoverer, every such
patentce. his executors, administrators, and assigns, whether of
the whale or any sectional interest in the patent, mayv mairtain
a sult at law or in equity, for the infringement of any part .here-
of, which as bona fide his own, if it is a material and s.ubstan-
tial part of the thing patented, and definitely distinguishable
from the parts claimed without right, notwithstanding the speci-
fications may embrace more than that of which the patentee was
the first inventor or discoverer. DBut in everv such case i which
a judgment or decree shall be rendered for the plaintiff, no costs
shall be recovered unless the proper disclaimer has been entered
at the Patent Office beiore the comimencement of the suit. But
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no patentee shall be entitled to the benefits of this section if he
has unreasonably neglected or delayed to enter a disclaimer.
[See Secs. 973, 4917.] |

(Costs not recoverable in certamn suits for mnfringement of pat-
ent unless disclaimer entered, etc.)

Sec. 973. When judgment or decree is rendered for'the plain-
tiff or complainant, in any suit at law or in equity, for the in-
frincement of a part of a patent, in which it appears that the
patentee, in his specification, claimed to be the original and first
inventor or discoverer of any material or substantial part of the
thing patented, ot which he was not the original and first in-
ventor, no costs shall be recovered, unless the proper disclaimer,,
as provided by the patent laws, has been entered at the Patent
Office before the suit was brought. [See §§ 4917, 4922,

RULES OIF PRACTICE.,

Rule 35 practically repeats Rev. Stat. § 4915, as modified by
§ 4893,
(Abstract of title. Assent of assignees.)

86. The petition for a reissue must be accompanied by an
order for a certified copy of the abstract of title to be placed 1n
the file, giving the names of all assignees owning any undivided
interest in the patent. In case the.application be made by the
inventor it must be accompanied by the written assent o. such
assignees.

(Prerequisites—Qath of applicant for reissue.)

8/. Applicants for reissue, in addition to the requirements
of Rule 46, must also file with their petitions a statement on
oath as follows:

(1) That applicant verily believes the original patent to be.
moperative or invalid, and the reason why.

(2) When it 1s claimed that such patent is so inoperative or
invalid “by reason of a defective or insufficient speci-
fication,” particularly specifying such defects or insuf-
ficiencies.

(3) When 1t is claimed that such patent is inoperative or in-.
valid “by reason of the patentee claiming as his own
invention or discovery more than he had a right to.
claim as new,” distinctly specifying the part or parts.
so alleged to have been improperly claimed as new.

(4) Particularly specifying the errors which it is claimed con-
stitute the tnadvertence, accident, or mistake relied
tpon, and how they arose or occurred.
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(5) That said errors arose “without any fraudulent or decep-
tive intention” on the part of the applicant.

(New matter.)

88. New matter shall not be allowed to be introduced into
the reissue specification, nor in the case of a machine shall the
model or drawings be amended except each by the other.

(Division of reissue of application.)

89, The Commissioner may, in his discretion, cause several
patents to be issued for distinct and separate parts of the thing
patented, upon demand of the-applicant, and upon payment of
the required fee for each division of such reissued letters patent.
IEach division of a reissue constitutes the subject of a separate
specification descriptive of the part or parts of the invention
claimed in such division; and the drawing may represent only
such part or parts, subject to the provisions of Rule 50. Unless
otherwise ordered by the Commissioner, all the divisions of a re-
issue will issue simultaneously; if there be any controversy as
to one division, the others will be withheld from issue until the
cogtroversy is ended, unless the Commissioner shall otherwise
order,

(Re-examination of reissue claims.)

00. An original claim, if reproduced in the reissue, speci-
fication, is subject to re-examination, and the entire application
will be revised and restricted in the same manner as original
applications.

91. The application for a reissue must be accompanied
by the original patent and an offer to surrender the same, or,
if the original be lost, by an affidavit to that effect, and a cer-
tified copy of the patent. If a reissue be refused, the original
patent will be returned to applicant upon his request.

(Matter to be claimed only in a reissue.)

092. Matter shown and described in an unexpired patent,
and which might have been lawfully claimed therein, but which
was not claimed by reason of a defect or insufficiency in the
specification, arising from inadvertence, accident, or mistake,
and without fraud or deceptive intent, cannot be subsequently
claimed by the patentee in a separate patent, but only 1n a re-
issue of the original patent.
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680, MILLER V. BEIPGEPORT BRASS CO., 104 U, S, 350, 26 L. ed. 783
(1881).%

We think, however, that the court below was clearly right in
holding that the invention specified in the second claim of the
reissued patent (which is the one in question here) is not the
same invention which was described and claimel in the original
patent. The latter was for a double dome without a chimney,
the peculiarity of the supposed invention being the use of the
double dome as a means of dispensing with the chimney. The
reissue is for a single dome with a chimmney. It is not only
obviously a different thing, but it is the very thing which the
patentee professed to avoid and dispense with.

But there is another grave objection to the wvalidity of the
reissued patent in this case. It is manifest on the face of the
patent, when compared with the original, that the suggestion
of inadvertence and mistake in the specification was a mere pre-
tense: or if not a pretense, the mistake was so obvious as to be
instantly discernible on opening the letters-patent, and the right
to have it corrected was abandoned and lost by unreasonable
delay. The only mistake suggested is, that the claim was not
as broad as it might have been. This mistake, if it was a mis-
take, was apparent upon the first inspection oi the patent, and
if any correction was desired, it should have been applied for
immediately.

These afterthoughts, developed by the subsequent course of
improvement, and intended, by an expansion of claims, to sweep
into one net all the appliances necessary to monopolize a profit-
able manufacture, are obnoxious to grave animadversion. The
pretense in this case that there was an inadvertence and over-
sight which had escaped the notice of the patentee for fifteen
years 1S too bald for human credence. He simply appealed from
the judgment of the office in 1860 to its judgment in 1876 from
the comniissioner and examiners of that date, to the commis
sioner and examiners of this: and upon a matter that was ob-
vious on the first inspection of the patent. If a patentee who has
no corrections to suggest in his specification except to make his
claim broader and more comprehensive, uses due diligence in
returning to the Patent Office, and says “I omitted this,” or
“my solicitor did not understand that,” his application may be
entertained, and, on a proper showing, correction may be made.
But it must be remembered that the claim of a specific device
or combination, and an omission to claim other devices or com-
binations apparent on the face of the patent, are, in law, a ded-
ication to the public of that which is not claimed. It is a decla-
ration. that that which is not claimed is either not the patentee’s
Invention, or, if his, he dedicates it to the public. This legal

16—~PATENTS—VOL. 2.
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effect of the patent cannot be revoked unless the patentee sur-
renders it and proves that the specification was framed by real
inadvertence, accident, or mistake, without any fraudulent or de-
ceptive intention on his part; and this should be done with all
due diligence and speed. Any unnecessary laches or delay in
a matter thus apparent on the record affects the right to alter
or reissue the patent for such cause. If two years’ public en-
joyment of an invention with the consent and allowance of the
inventor is evidence of abandonment, and a bar to an applica-
tion for a patent, a public disclaimer in the patent itself should
be construed equally favorable to the public. Nothing but a
clear mistake, or inadvertence, and a speedy application for its
correction, is admissible when it is sought merely to enlarge the
claim.

The power given by the law to issue a new patent upon the
surrender of the original, for the correction ot errors and mis-
takes, has been greatly misunderstood and abused. It was first
contained in the act of July 3, 1832, c. 357, and the law was
adopted in view of suggestions made in several judgments of
this court. DBut it was carefully confined to cases where the
patent was invalid or inoperative by reason of a failure to com-
ply with any of the terms and conditions prescribed by the law
for giving a clear and exact description of the invention and
where such failure was due to inadvertence, accident, or miscake,
without any fraudulent or deceptive intention.  This being
shown, a new patent, with a correct specification, was authorized
to be issued for the same invention. The act nf July 4, 1836,
c. 45, enlarged the power to grant reissues by ada ng an addition-
al ground for reissue; namely, that the patentee had inadver-
tently claimed in his specification, as his own mvention, morc
than he had a right to claim as new. And, with that addition,
the law has continued substantially the same to the present time.
The fifty-third section of the act of 1870, c. 230, which was the
law on this subject when the reissue in the present case was
granted, is in the following words: “Whenever any patent 1s
inoperative or invalid by reason of a defective or insufficient
specification, or by reason of the patentee claiming as his own
invention or discovery more than he had a right to claim as
new, if the error has arisen by inadvertence, accident, or mis-
take, and without any fraudulent or deceptive intention, the
commissioner shall, on the surrender of such patent, and the
payment of the duty required by law, cause a new patent for the
same invention, and in accordance with the corrected specifica-
tion, to be issued to the patentee.” It will be observed that
whilst the law authorizes a reissue when the patcntee has
claimed too much, so as to enable him to contract his claim, it
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does not, in terms, authorize a reissue to enable him to expand
his claim. The.great object of the law of reissues seems to
have been to enable a patentee to make the description of his
invention more clear, plain, and specific, so as to comply with
the requirements of the law in that behalf, which were very com-
prehensive and exacting., The third section of the act of 1793,
c. 11, required an applicant ifor a patent “to deliver a written
description of his invention, and of the manner of using, or
process of compounding the same, in such full, clear, and exact
terms as to distinguish the same ifrom all other things before
known, and to enable any person skilled in the art or science of
which it 1s a branch, or with which 1t is most nearly connected,
to make, compound, and use the same. And in the case of any
machine, he shall fully explain the principle, and the several
modes in which he has contemplated the application of that
principle or character, by which it may be distinguished from
other inventions ; and he shall accompany the whole with draw-
ings and written references, where the nature of the case admits
of drawings.” This careful and elaborate requircment was sub-
stantially repeated in the sixth section of the act of 1836, with
this addition: “And shall particularly specify and point out the
part, improvement, or combination which he claims as his own
invention or discovery.” Although it had been customary to
append a claim to most specifications, this was the first statutory
requirement on the subject. It was introduced into the law sev-
eral years subsequently to the creation of reissues; and it was
in the thirteenth section of this act of 1836 that provision was
made for a reissue to correct a claim which was too broad in
the original. Now, in view of the fact that a reissue was author-
ized for the correction of mistakes in the specification before a
formal claim was required to be made, and of the further fact
that when such formal claim was required express power was
given to grant a reissue for the purpose of making a claim more
narrow than it was in the original, without any mention of a
reissue for the purpose of making a claim broader than it was in
the original, it is natural to conclude that the reissue of a pat-
ent for the latter purpose was not in the mind of Congress when
it passed the laws in question. It was probably supposed that
the patentee would never err in claiming too little. Those who
have any experience in business at the Patent Office know the
fact, that the constant struggle between the office and applicants
for patents has reference to the claim. The patentee seeks the
broadest claim he can get. The office, in behalf of the public, is
obliged to resist this constant pressure. At all events, we think
it clear that it was not the special purpose of the legislation on
this subject to authorize the surrender of patents for the purpose
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of reissuing them with broader and more comprehensive claims,
although, under the general terms of the law, such a reissue may
be made where it clearly appears that an actual mistake has in-
advertently been made. But by a curious misapplication of
the law it has come to be principally resorted to for the purpose
of enlarging and expanding patent clajms. And the evils which
have grown from the practice have assumed large proportions,
Patents have been so expanded and idealized, years aifter their
first issue, that hundreds and thousands of mechanics and manu-
facturers, who had just reason to suppose that the field of action
was open, have been obliged to discontinue their employments,
or to pay an enormous tax for continuing them.

Now wihilst, as before stated, we do not deny that a claim
may be enlarged in a reissued patent, we are of opinion that
this can only be done when an actual mistake has occurred; not
from a mere error of judgment (for that may be rectified by
appeal), but a real bona fide mistake, inadvertently committed:
such as a Court of Chancery, in cases within its ordinary juris-
diction, would correct. Reissues for the enlargement of claims
should be the exception and not the rule. And when, if a claim
is too narrow—that is, if it does not contain all that the patentee
is entitled to—the defect is apparent on the face of the patent,
and can be discovered as soon as that document is taken out of
its envelope and opened, there can be no valid excuse for delay
in asking to have it corrected. Every independent inventor,
every mechanic, every citizen, is affected by such delay, and by
the issue of a new patent with a broader and more comprehen-
sive claim. The granting of a reissue for such a purpose, after
an unreasonable delay, is clearly an abuse of the power to grant
reissues, and may justly be declared illegal and void. It will
not do for the patentee to wait until other inventors have pro-
duced new forms of improvement, and then, with the new light
thus acquired, under pretense of inadvertence and mistake, ap-
ply for such an enlargement of his claim as to make it embrace
these new forms. Such a process of expansion carrted on in-
definitely, without regard to lapse of time, would operate most
unjustly against the public, and is totally unauthorized by the
law. In such a case, even he who has rights, and sleeps upon
them, justly loses them.

The correction of a patent by means of a reissue, where i1t 1s
invalid or inoperative for want of a full and clear description of
the invention, cannot be attended with such injurious results as
follow from the enlargement of the claim. And hence a reissue
may be proper in such cases, though a longer period has elapsed
since the issue of the original patent. But in referenece to
reissties made for the purpose of enlarging the scope of the
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patent, the rule of laches should be strictly applied; and no one
should be relieved who has slept upon his rights, and has thus
led the public to rely on the implied disclaimer involved in the
terms of the original patent. And when this is a matter appar-
ent on the face of the instrument, upon a mere comparison of the
original patent with the reissue, it is competent for the courts to
decide whether the delay was unreasonable, and whether the
reissue was therefore contrary to law and void.

We think that the delay in this case was altogether unreason-
able, and that the patent could not lawfully be reissued for the
purpose of enlarging the claim and extending the scope of the

patent.
Decree affirmed.

681. JAMES v. CAMPBELL, 104 U. S. 356, 26 L. ed. 786 (1881).* * *

Perhaps we have gone more minutely into the evidence re-
lating to the progressive improvements in this instrument than
was necessary to show that the claim of the patent was not more
restricted than it should have been. The court ought not to be
called upon to explore the entire history of an art in order to
ascertain what a patentee might have included in his patent had
he been so disposed. If he was the author of any other in-
vention than that which he specifically describes and claims,
though he might have asked to have it patented at the same time,
and in the same patent, yet if he has not done so, and after-
wards desires to secure it, he is bound to make a new and dis-
tinct application for that purpose, and make it the subject of
a new and different patent. When a patent fully and clearly,
without ambiguity or obscurity, describes and claims a specific
invention, complete in itself, so that it cannot be said to be in-
operative or invalid by reason of a defective or insufficient speci-
fication, a reissue cannot be had for the purpose of expanding
and generalizing the ciaim so as to make it embrace an invention
not described and specified in the original. It is difficult to ex-
press the law on this subject more aptly and forcibly than in the
words of Mr. Justice Grier, in the case of Burr v. Duryee, 1 Wall.
(U. S.) 531, where, in delivering the unanimous opinion of the
court, he says: “The surrender of valid patents, and the granting
of re-1ssued patents thereon, with expanded or equivocal claims,
where the original was clearly neither ‘inoperative nor invalid,” and
whose specification is neither ‘defective or insufficient,” is a great
abuse of the privilege granted by the statute, and productive of
great injury to the public. This privilege was not given to the pat-
entee or his assignee in order that the patent may be rendered more
elastic or expansive and, therefore, more ‘available’ for the sup-
pression of all other inventions.” Of course, if, by actual inad-
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vertence, accident or mistake, innocently committed, the claim does
not fully assert or define the patentee’s right in the invention speci-
fied 11 the patent, a speedy application for its correction, before
adverse rights have accrued, may be granted, as we have explained
in the recent case of Miller v. Brass Co. But where it is apparent
on the face ot the patent, or by contemporary records, that no such
inadvertence, accident or mistake, as claimed in a reissue of it,
could have occurred, an expansion of the claim cannot be allowed
or sustained. .

By these extracts from the specification, and the summary of
claims, it appears perfectly obvious that the patentee has embraced
1in the reissued patent several matters of supposed invention differ-
ent from and additional to the invention which formed the subject
of the original patent. And 1t is principally, if not wholly, these new
and additional claims which the appellant James, as postmaster of
New York, 1s charged with infringing.

In the first place, a new form of the canceling device is set forth
and claimed, different from that described in the original patent,
to-wit: a canceling type or die attached directly to the cross-har,
without any tube or pipe surrounding and holding the same. This
is not contemplated or hinted at in the original patent. The latter
does suggest, it i1s true, that “The cork, rubber or other clastic
material may extend upward to the cross-bar, and there be con-
nected to the same by a screw or pin-holt, if desired :” but this sug-
aestion had reference to a type inclosed, at the same time, by a
surrounding cvlinder, which formed the distinctive feature of the
invention. The context shows that nothing more was intended by
the suggestion than the extension of the tvpe upward through the
cvlinder and fastening 1t in a particular way. The thought seems
to have occurred to the patentee that it might he an advantage.
under some circumstances, in addition to fastening the tvpe in the
cylinder by compression, to extend it through the cylinder and
fasten it to the bar to secure it from any danger of falling out
of the cylinder by becoming loose. Not a hint was given that
the cylinder could be dispensed with. This was an afterthought.
The cvlinder was clearly and distinctly set forth as a necessary
constituent of the device, and an essential element in the com-
hination of which the blotting device consisted.

The bearing which this new feature in the reissued patent has
on the case is evinced by the fact that one of the devices used for
several vears in the postoffice which 1s complained of as an infringe-
ment of the patent, was a naked blotter made of cork, directly at-
tached to the cross-bar, without any inclosing cylinder to support
it : also by the fact that the other device used in the postoffice during
the defendant’s term of office consisted of an iron blotter directly
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attached to the side of the postmarking stamp without any inclosing
cylinder.

In our judgment this addition to the patent was no part of the
original invention, and could not iawfully be embraced in the re-
issue, and that the claim for it is, therefore, void. It is true that this
particular feature 1s not made the subject of a distinct claim. Dut
it is described as part of the invention, and would, probably, be in-
cluded in the general and sweeping terms employed in the claims
that are made. Regarded as not being a part of the original inven-
tion, those claims camnot stand if they are construed to include it;
if they are construed so as not to include it, then the use of this
form of device by the defendant cannot be adjudged an infringe-

ment of the patent.

Another new matter, forming no part of the original invention,
but expressly disclaimed in the original patent, is the making of the
blotter of cast iron, steel or other suitable material. The original
specification, in various forms of expression, excludes such mater-
1als, The words “wood, cork, rubber or any similar material” have
this intention, as shown by the context. A claimed advantage is
that “The said cork, rubber or other elastic substance, as aforesaid,
will render the said stamp capable of an easy and rapid use; for
there heing a vielding of the same when the blow is given, the opera-
tor will not tire as soon by a constant or continued use of the same
s though it were of solid metal. The said blotter or type can be
more ecasily repatred or replaced by a new one, at less expense than
1f made of solid metal.,” This language amounts to an express dis-
claimer of solid mietal. The merit claimad for the invention was
that the clastic materials proposed to be used for the blotter, and
the use of which the patent throughout supposes possible by the
support received from the surrounding cylinder were far superior
to soltd metal and other solid and inelastic substances. Tow, after
this, it could be supposed that the use of solid metal as a material
for the type-blotter was included in the invention, and that a
claim for it was omitted through inadvertence and mistake, it 1s
difficult to understand. DBesides, as already seen, and will be
again adverted to, the use of steel or other material that would
answer the purpose had alrcady been described and claimed in
Norton’s patent of 1862. We think that any claim in the re-
1sstted patent which can be fairly construed to embrace a blotter
made of metal is void, and that the use of such a blotter by the
defendant did not afford the patentee or the complainant any

just ground of complaint.

In connection with this branch of the subject, 1t is observable
that the patentee has added two new diagrams to his drawings for
the purpose of exhibiting and illustrating this new ground of
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claim, This fact, though not decisive, 18 strongly corroborative
of the conclusion we have reached on the subject,

The third addition in the reissued patent to the invention de-
sctribed in the original is, that of the process of stamping letters with
a postmark and canceling the postage-stamp, at one and the same
blow or opcration of the instrument, in the manner and by the
meatts described and sct forth, Leaving out of view the history of
the art prior 10 the invention claimed by the patentee, what possible
pretense can there be for contending that the general process was
part of the invention which formed the subject of the original
patent?  Suppose 1t be true that Norton was the first inventor of
this process, was that process the invention which he sought to
secnre in the original patent? A patent for a process and a patent
for an implement or a machine are very different things, Powder
Co, v. Powder Works, 98 U, 8. 126, Where a new process pro-
duces a4 new substance, the invention of the process is the same as
the mvention of the substance, and a patent for the one may be re-
isstied ko as to include both, as was done in the case of Goodyear’s
vulcanized rubber patent. But a process, and a machine for apply-
ing the process, are not necessarily one and the same tivention.
They are pencrally distinet and different. The process or act of
making a postmark and canceling a postage stamp by a single
blow or operation, as a subject of invention, is a totally different
thing in the patent law from a stamp constructed for performing
that process, The claim of the process in the present case, how-
cver, 18 not so broad as this, It is for the process or act of
stamping letters with a postmark and canceling the postage-
stamp at one and the same blow or operation of the instrument,
in the manncr and by the means described and set forth., DPer-
haps this claim amounts to no more than a claim to the exclusive
use of the patented instrument or device, 11 it is anything more,
it 1s for a different invention from that described in the original
patent, I it s not for anvthing more, the question is hrought
back to the instrument or device itself which forms the subject
of the patent and which has heen already considered.

The 1act claim, to-wit: “The emplovment and combination of a
post narking device with a postagesstamp canceling device, hoth
heing: operated by one and the same handle for the postmarking of
letters, envelopes or packets, and for the cancellation of the post-
age-stamps thereon with indelible or other ink, in the manner
wthetantially as hercin deseribed and set forth,” may admit of
two constructions, 1t may cither amount to claim for a combina-
tion of anv kind of device for stamping and blotting, or for a
comhination of the particular devices described in the patent.
Inasmuch as these spectfied devices, as we have already shown,
embrace new devices not described in the original patent, the
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claim is too broad in either of its aspects to he advanced in a re-
jssue of that patent, unless the patentee was really the inventor
of the general combination of such devices in a double stamp,
and was entitled to add a claim therefor to such reissue. We
have scen that his original patent was for a specific blotting de-
vice, and for the combination of such specific device with a post-
stamping device in the same instrument. Could he, in a reissue
of the patent, ]awf_ully make the broad claim of the combination
of any and all devices for blotting and post-stamping at one and
the same time in one and the same instrument? This would be,
it is true, only adding a new claim to his patent, but greatly en-
larging its scope and making it to embrace every kind of double
stamp that can be conceived. Did he forget to insert this claim in
his original patent? Was it admitted through accident or mistake?
\Vhen we examine his original application, the change it underwent,
the careful exclusions as well as inclusions which it contained, and
the particularity of the specific combination which he did claim,
could he, after the lapse of more than a year (if we take the date of
his first application for a reissue as the time for consideration), be
allowed to return to the Patent Office and pretend that he had inad-
vertently omitted the principal claim of the whole thing? If he
was ,or pretended to be, really the inventor of the entire double
stamp, did not the patent, on its face, show that the invention
was not secured to him, that it contained no such claim? And
was not this omission obvious on inspection? The truth is, that
when he made his original application, and got his original pat-
ent, all the documents show demonstrably that he did not intend
it to embrace any such broad invention. That was not the in-
vention he sought to secure. Having obtained a patent for his
specific device and combinatton, if he afterwards wished to claim
the general combination, and had not already abandoned it by
taking a narrower patent, he was bound to make a new applica-
tion for that purpose. Patentces avoid doing this when they
can, and seck to embrace additional matters in a reissue, in order
to supersede and get possession of the rights which the public,
by lapse of time or other cause, have acquired in the meantime.
It is for this very reason that the law does not allow them to
take a reissue for anything but the same invention described
and claimed i1n the original patent.

it these broad claims in the reissued patent, if construed ac-
cording to the latitude in which they are expressed, are void by rea-
ron of embracing inventions which had been patented both in Eng-
land and in this country prior to the patentee’s application for
the original patent.

It is hardly necessary to remark that the patentee could not in-
clude in a subscquent patent any invention embraced or described in
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a prior one granted to himself, any more than he could an invention
embraced or described in a prior patent granted to a third per-
son. Indeed, not so well; because he rmght get a patent for an
invention before patented to a third person in this country, if he
could show that he was the first and original inventor, and if
he should have an interference declared.

Now, a mere inspection of the patents referred to above will
show that after December, 1862, Norton could not lawfully claim
to have a patent for the general process ot stampingletters with a
postmark and canceling stamp at the same time; nor for the gen-
eral combination of a post-stamper and blotter in one instrument:
nor for the combination of a post-stamper and blotter connected bv
a cross-bar; for all these things, in one or other specific form, were
exhibited in these prior patents.

Any such claim, therefore, in the reissued patent of 1870 must
be 1noperative and void, as well because the thing claimed was
anticipated in former patents as because it would be for a differ-
ent invention from that contained and described in the original
patent. We may, therefore, dismiss from consideration the third
and fourth claims of the reissued patent. If they are to be con-
strued as being broader and claiming more than the original pat-
ent, they are vmd if it be construed as claiming nothing more,
they are simply redundant because the first and second claims
embrace all that was in the original, and more.

The case, then, upon the patent, 1s narrowed down to the claim
of the specific device of the blotter as described and claimed m the
original patent: and the combination thereof with the postmarking
device in one instrument by means of the cross-bar. This heing the
case, 1t will be pertinent next to inquire whether the defendant used
that device or combination. If he did not, it 1s unnecessary to pur-
sue the subject further.

As we have already seen, the canceling stamp or device, de-
scribed in the patent, consisted of a cylinder, corresponding in
length to the postmarking device, and containing a type of wood,
cork, rubber or other elastic material slightly projecting there-
from. It does not appear that this device was ever used by the
defendant. The stamp used by him until January, 1876, had a
blotter of cork, 1t 1s true; but it was not the specific device de-
scribed in the patent, and to which the patent was restricted.
The cork was not inclosed in a cylinder as demanded by the pat-
ent. It was a naked piece of cork directly attached to the Cross-
bar by a common wood screw, passing through a hole in the
cross-bar, and driven into the cork firmly holding it to the bar.
This device, of course, was different from that which was pat-
ented. The only other stamp used by the defendant had a steel
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blotter, connecte.. with the postmarker by a solid metallic plate
or mass of metal, and having no cyvlinder. Neither of these devices
infringed the complainant’s patent, construed as we consider it
must be in order to have any validity at all.

The decree of the Circuit Court is reversed and the cause re-
manded, with directions to dismiss the bill of complaint.

652, TOPLIFF v. TOPLIFF, 145 U, S. 156, 36 L. ed. 658, 12 Sup. Ct . 825.

* % %  Statement by Mr, Justice Brown.

This was a bill in equity for the infringement of three pat-
ents, namely: (1) Patent No. 108,085, issued October 11, 1870,
to John B. Augur, for an improvement in gearing for wagons;
(2) patent No. 123,937, issued IFebruary 20, 1872, to Cyrus W.
Saladee. for an 1improvement in carriage springs, and mode of
attachment; (3) patent No. 122,079, issued December 19, 1871,
to John A. Toplift and George . Ely, for an improvement in
connecting carriage springs, reissued March 28, 1876 (No. 7,017).

The patent to Augur consisted in a mode of equalizing the
pressure upon two carriage springs by “connecting together by a
rigid rod the two pivoted links upon the clips employed on the
hind axle, so that, when the weight is upon one spring, both
springs, by reason of the connecting rod, shall be caused to work
together, thus preventing the roll.” The effect of this device
is such that, if a heavy weight is thrown upon one spring, as,
for instance, by a person getting into a buggy at one side, the
pressure is borne equally by both springs. The claims alleged
to be mfringed were the following:

“(1) The herein-described method of equalizing the action of
springs of vehicles and distributing the weight oi the load.

“(2) The combination of the pivoted links with a rod con-
necting the same, the rod compelling both links to move in uni-
son, as and for the purpose described.”

The reissued patent to Topliff and Ely, as stated by the pat-
entees, “relates to side halif-elliptic spring vehicles, and has for its
object suspending the front and rear ends of the springs directly
to the rear axle and front bolster of the running gear by means
of two separate connecting rods, the outer ends of which have
formed upon them, as a part of the same, and at right angles
with the rod, short arms, between which the ends of the springs,
respectively, are secured and operated, the connecting rod re-
ceiving the rear ends of the springs, being hinged to the rear
axle. while the rod receiving the front ends of the springs is,
in like manner, connected to the front bolster in such manner
that the vibration of the springs will impart a corresponding
rotation to the connecting rods front and back, and so that the
depression of either spring will, by the rotary action imparted to
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the connecting rod, compel a correspondmg depression of the
other, and thus compcl both springs to vibrate together, and
move in unison one with the other, equalizing their action and
the weight imposed upon them, as well as to prevent side mo-
tion to the body of the vehicle.”

There were but two claims to this patent, which read as {fol-
lows:

“(1) The combination of two connecting -ods iocated at the
front and rear ends of a2 wagon body, and arranged to turn in
their bearings, with a pair of half-elliptic springs, whereby the
eprings are caused to yield in unison with each other, substan-
tially as and for the purpose set forth.

“(2) The combination of the connecting rods, BB’ provi’ded
with arms at their ends, with the half elllptlc SPrings, AA sub-
stantially as and for the purpose set forth,” * * *

Mr. Justice Brown, after stating the facts in the ioregoing
language, delivered the opinion of the court.

As the court below failed to pass upon the Saladee patent in
its decree, and as neither party has assigned this omission as
error, it is unnecessary to take it into constderation upon this
appeal There are really but two questlons involved in this case:
(1) The vahdity of the Augur patent, in view of the stale ol the
art; (2) the val:dlty of the Tophff and Ely reissue. * * *

While it is possible that the Stringfellow and Surles patent
might, by a slight modification, be made to perform the function
of equalizing the springs which it was the object of the Augur
patent to secure, that was evidently not in the mind of the pat-
entees, and the patent is inoperative for that purpose. Their de-
vice evidently approached very near the idea of an equalizer;
but this idea did not apparently dawn upon them, nor was there
anything in their patent which would have suggested it to a me-
chanic of ordinary intelligence, unless he were examining it for
that purpose. It is not sufficient to constitute an anticipation
that the device relied upon might, by modification, be made to
accomplish the function performed by the patent in question, if it
were not designed by its maker, nor adapted, nor actually used,
for the performance of such functions.

2. The Topliff and Ely patent is claimed to be fully antici-
pated by the Augur device. In their specification the patentees
admit that the connecting rods, placed at right angles across the
front and rear of the running gear of vehicles, and hinged to the
front bolster and rear axle, are an old device. The better to il-
lustrate the distinction between their own invention and all
others pertaining to the use of connecting rods, they cite several
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patents, among which is that of Augur, of which they state as fol-
jows: * * %

“The radical difference of our invention from each and aii the
cases above cited is—First, in the construciion of the connecting
rod, [which is in rcality precisely the same as that employed by
Augur] ; and, secondly, in suspending both ends of the springs
upon separate connecting rods, and thus allow both ends of the
springs to act freely and in harmony with their vibrating mo-
tion, to which is added the other important advantage, viz,, that
arrangement of connecting rods admits of their application to
side spring vehicles of the ordinary kind now in use as readily
as to those built expressly for the purpose—an advantage not
attained by any other previously-known combination of connect-
ing rods with the springs or bodies of vehicles.” * * %

If this patent differed from the other merely in duplicating
the rod and applying it to the front bolster as well as to the rear
axle, it is conceded that i1t would not, under the cases of Dunbar
v. Myers, 94 U. S. 187, 195, and Slawson v. Railroad Co., 107 U.
S. 649, 653, 2 Sup. Ct. 663, involve invention.

But there i1s a further distinction between the two devices
which ought not to be overlooked. Under the Augur patent, the
front ends of the springs are supported upon standards rising
from the bolster, and the rear ends upon the links of the con-
necting rod, rising perpendicularly above the rear axle. In other
words, the links are turned upward, instead of down. This ar-
rangement would evidently be inoperative if the springs were
hung at both ends upon links, so placed, since the body of the
vehicle would fall down at once upon the axles. In the Toplhit
and Ely patent, to obviate this, and to enable the device to be ap-
plied at both ends of the springs, the links are turned horizon-
tally, or somewhat dependent, so that the springs can rest upon
them at both ends, and thus secure a more perfect equalization.
Trifling as this deviation seems to be, it renders it possible to
adapt the Augur device to any side spring wagon of ordinary
construction.

While the question of patentable novelty in this device is by
no means iree from doubt, we are inchined, in view of the exten-
sive use to which these springs have been put by manufacturers
of wagons, to resolve that doubt in favor of the patentees, and
sustain the patent.

3. With regard to the reissue of this patent, the record
shows that on April 9, 1872—within four months from the date
of the original patent—a reissue was granted, in which the spec-
ification was largely reframed, the drawings changed in form,
though apparently not in substance, but the claim was changed
only by providing that the connecting rods should be “secured
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directly to the hind axle and front bolster,” instead of “to the
front and rear axles,” as provided in the claim of the original
patent. The claim of the original and first reissue are as fol-
lows:

Original.

“The arms, CCC’C’, arranged upon separate rock rods, BB’,
secured dlrectly to the front and rear axles, to cause both ends
of each spring to vield simultaneously and in unison with each
other, and also to be laterally braced by said rock rods, as de-
scribed.”

First Reissue.

“The arms CCC'C/, arranged upon separate connecting rods,
BB’, secured directly to the hind axle and front bolster, to cause
both ends of the side springs to yield simultaneously and in uni-
son with each other, in the manner shown and described.”

The original claim was, in the particular above mentioned, a
clear mistake, since affixing the connecting rod and springs to
the front axle would render it impossible to be turned, and, in
addition to this, the original drawing shows it affixed to the bol-
ster. The correction of a mistake so clear, made within so short
time after the issue of the original patent, was undoubtedly with-
in the power of the commissioner, as defined by Rev, Stat,,
§ 4916. The lateral bracing by the rock rods mentioned in the
claim of the original patent was a merely incidental function to
the operation of the rock rod in securing the axle to the spring,
and their omission can not be considered an enlargement of the
claim.

The second reissue was applied for a little more than a month
after the first was granted, although the patent was not granted
upon this application until March 28, 18/6—nearly four years
after the application was filed. No change irom the first reissue
was made in the drawings or spemﬁcatlon in this reissue, but the
claim was divided and chanffed so as to read as follows:

““(1) The combination of two connecting rods located at the
front and rear ends of a ‘wagon bodv, and arranﬂ‘ed to turn in
their bearings, with a pair of half-elliptic springs, whereby the
springs are caused to yield in unison with each other, substan-
tially as and for the purpose set forth.

““(2) The combination of the connecting rods, BB’ p:onded
with arms at their ends, with the half-ellxptlc Springs, A \’, sub-
stantially as and {for the purpose set forth.”

The first claim of this reissue is not insisted upon in this case,
so that the question of its validity need not now be considered.
The second claim is to some extent a change of the claim of the
first reissue. It omits the requirement that the connecting rod
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shall be secured directly to the axle and bolster, so as to cause
both ends of the side springs to yield simultaneously, and intro-
duces the half-elliptic springs, AA’, as a new element of the com-
bination. Whether this be an enlargement of the original claim
or not, it 1s for substantially the same invention, and, in view of
the fact that the reissue was applied for as soon as the mistake
was discovered, and before any rights in favor of third parties
could be reasonably expected to have attached, or had in fact
attached, we think this reissue is not open to the objections.
which have proved fatal to so many since the case of Miller v.
Brass. Co., 104 U. S. 330, was decided.

It is a mistake to suppose that that case was intended to set-
tle the principle that, under no circumstances, would a reissue
containing a broader claim that the original be supported. We
have no desire to modify in any respect the views expressed in
that and subsequent cases with regard to the validity of reissues.
There is no doubt, as was said by this court in Powder Co. v.
Powder Works, 98 U. S. 1206, 137, 138, that a reissue can only be
granted for the same invention which formed the subject for the
original patent, of which it 1s a reissue, since, as was said by the
court in that case, the express words of the act are “a new pat-
ent for the same invention.” ‘“The specification may be amend-
ed so as to make it more clear and distinct; the claim may be
modified so as to make it more conformable to the exact rights
of the patentee; but the invention must he the same. * * *
This prohibition is general, relating to all patents; and by ‘new
matter’ we suppose to be meant new substantive matter, such
as would have the effect of changing the invention, or of intro-
ducing what might be the subject of another application for a
patent. The danger to be provided against was the temptation
to amend a patent so as to cover improvements which might
have come into use, or might have been invented by others, after
its issue,”

In the case of Miller v. Brass Co., 104 U, S. 330, a reissue with:
expanded claims was applied for 15 years after the original pat-
ent was granted. It was held to be manifest upon the face of
the patent that the suggestion of inadvertence and mistake was
a mere pretense, or, if not a pretense, that the mistake was so
obvious as to be instantly discernible on the opening of the pat-
ent; and the right to have it corrected was abandoned and lost
by unreasonable delay. “The only mistake suggested,” said Mr.
Justice Bradley, “is that the claim was not as broad as it might
have been. This mistake, if it was a mistake, was apparent upon
the first inspection of the patent, and. if any correction was de-
sired, it should have been applied for immediately.” It was inti-
mated in that case (page 352), although the facts did not call for
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an adjudication upon the point, that, “if two years’ public enjoy-
ment of an invention with the consent and allowance of the ip-
ventor 1s evidence of abandonment,and a bar to an application for
a patent, a public disclaimer in the patent itself should be con-
strued equally favorable to the public. Nothing but a clear mis-
take or inadvertence, and a speedy application for its correction,
1s admissible when it is sought merely to enlarge the claim.” It
was further said that the section of the Revised Statutes does
not in terms authorize a reissue to ¢nable a2 patentee to expand
his claim, and that it was natural to conclude that the reissye
of a patent for such purposes was not in the mind of congress
when it passed the laws in question. “At all events,” said the
court, (page 354) “we think it clear that it was not the special
purpose of the legislation on this subject to authorize the sur-
render of patents for the purpose of reissuing them with broader
and more comprehensive claims, although, under the general
terms of the law, such a reissue may be made when it clearly
appears that an actual mistake has inadvertently been made.
¥ * % Now, whilst, as hefore stated, we do not deny that a
claim may be enlarged in a reissued patent, we are of the opinion
that this can only be done when an actual mistake has occurred;
not from a mere error of judgment (for that may be rectified hv
appeal), but a real, bona fide mistake, inadvertently committed,
such as a court of chancery, in cases within its ordinary jurisdic-
tion, would correct. * * * The qmntinq of a reissue for such
a purpose, alter an unreasonable delay, 1s clearly an abuse of the
power to grant reissues, and may justly be declared illegal and
void.

So, in the case of Johnson v. Railroad Co.. 105 U. S. 539, the
patent was issued in 1837, and at the expiration of the original
term of 14 years an extension of 7 vears was granted, and a re-
issue was applied for after a lapse of 13 vears, and it was held,
upon the authority of Miller v. Brass Co., that, if the patentee
had the right to a reissue if applied for in 'a reasonable time. he
had lost it by his unreasonable delay. Said the court, speaking
by Mr. Justice Woods: “He has rested supinely until the use of
the fish plate joint has become universal, and then, after a lapse
of fifteen vears, has attempted by a reissue to extend his patent
to cover it. We think it is perfectly clear that the original pat-
ent could not be fairly construed to embrace the device used by
the appellee. which appellants insist is covered by their reissue.
If the reissued patent covers it, it is broader than the original,
and is, therefore, void.”

In the case of Mahn v. Harwoond, 112 U. S. 354, 5 Sup. Ct.
174, and 6 Sup. Ct. 451, a patent reissued nearly four vears after
the date of the orignal patent was held to be invalid as to the
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new claims, upon the ground of unreasonable delay in applying
for it; the only object of the reissue being to enlarge the claims.
Nothing was changed but to multiply the claims and make them
broader, and this was done, not for the benefit of the original
patentee, but for that of his assignee. “lt was not intended
then,” said Mr. Justice Bradley, referring to Miller v. Brass Co.,
“and is not now, to question the conclusiveness, in suits for in-
fringements of patents, of the decisions of the commissioner on
questions of fact necessary to be decided before issuing such
patents, except as the statute gives specific defenses in that re-
gard.” He repeated substantially what had been said in Miller
v. Brass Co.—that “a patent for an invention can not lawfully
be issued for the mere purpose of enlarging the claim, unless
there has been a clear mistake inadvertently committed in the
wording of the claim, and the application for a reissue is made
within a reasonably short period after the original patent was
granted. The granting of such reissues after the lapse of long
periods of time 1s an abuse of power, and is founded on a total
misconception of the law.” It was held that, while lapses of time
might be of small consequence where the original claim was too
broad, and the patentee sought to restrict it, there were substan-
tial reasons why the claim could not be enlarged unless the pat-
entee used due diligence to ascertain his mistake. “The rights
of the public here intervene, which are totally inconsistent with
such tardy reissues; and the great opportunity and temptation
to commit fraud after any considerable lapse of time, when the
circumstances of the original application have passed out of
mind, and the monopoly has proved to be of great value, make
it imperative on the courts, as a dictate of justice and public pol-
icv, to hold the patentees strictly to the rule of reasonable dili-
gence 1 making applications for this kind of reissues.” It was
further held that, while it was for the commissioner of patents to
determine the question of inadvertence, accident, or mistake, the
question of reasonable time was one which the court could de-
termine as one of law, by comparing the patent itself with the
original patent, and, if necessary, with the record of its inception.

In speaking of the case of Miller v. Brass Co., Mr, Justice
Bradley observed: “We suggested that a delay of two years in
applying for such correction should be construed equally favor-
able to the public. But this was a mere suggestion by the way,
and was not intended to lay down any general rule. Neverthe-
less, the analogy is an apposite one, and we think that excuse
for any longer delay than that should be made manifest by the
spectal circumstances of the case.”

In the large number of cases which have come up to this
court sinice that of Mahn v. Harwood was decided, in which re-

17T—PATENTS—VOTI. 2,
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issues have been held to be invalid, it will be found that the opin-
ion of the court was put upon the ground either that the patentee
had been guilty of inexcusable laches—usually of from 4 to 16
years—or that circumstances had occurred since the granting of
the original patent which made the reissue operate harshly or
unjustly to the defendant in the case.

Thus, in Mathews v. Machine Co., 105 U. S. 54, there was a
delay of 14 years; in Bantz v. Frantz, 105 U. S. 160, a delay of
14 years and 6 months; in Wing v. Anthony, 106 U. S. 142, 1 Sup.
Ct. 93, of over 5 years; in Moffitt v. Rogers, 100 U. S. 423, of 2
yvears and 7 months; in Gage v. Herring, 107 U. S. 640, 2 Sup. Ct.
819, of 14 years; in Clements v. Odorless Apparatus Co., 109 U.
S. 641, 3 Sup. Ct. 525, of nearly 5 years; in McMurray v, Mal-
lory, 111 U. S. 97, 4 Sup. Ct. 375, of 9 years; in White v. Dun-
bar, 119 U. S. 47, 7 Sup. Ct. 72, of 5 years. In Parker & Whipple
Co. v. Yale Clock Co., 123 U. S. 87, 8 Sup. Ct. 38, there was a de-
lay of 1 year and 8 months, but it appeared that the improve-
ments not covered by the original patent had been brought in‘o
use by others than the patentee before the reissue was applied
for, In Coon v. Wilson, 113 U. S, 268, 5 Sup. Ct. 537, a reissue
was applied for only a little over three months after the original
patent was granted: but the patentee waited until the defendants
produced their device, and then applied for such enlarged claims
as to embrace this device, which was not covered by the claim
of the original patent, and it was apparent from a comparison
of the two patents that the application for a reissue was made
merely to enlarge the scope of the original. In Wollensalk v.
Reiher, 115 U. S. 96, 5 Sup. Ct. 1137, there was a delay of more
than five years, Mr. Justice Matthews observing that “the settled
rule of decision is that, if it appears, in cases where the claim is
merely expanded, that the delay has been for two years or more,
it is adjudged to invalidate the reissue, unless the delay is ac-
counted for and excused by special circumstances. which show it
to have been not unreasonable.” In the very latest case decided
by this court, viz., Electric Gas-Lighting Co. v. Boston Electric
Co., 139 U. S. 481, 11 Sup. Ct. 5806, there was a delay of 8}4 vears,
and the sole object of the reissue was to expand the claims. In
Newton v. IFurst & B. Co., 119 U. S. 373, 7 Sup. Ct. 3069, there
was a delay of more than 13 years, and the defendant had hegun
in the meantime to make machines of the pattern complained of.
In Ives v. Sargent, 119 U. S, 652, 7 Sup. Ct. 436, there was a de-
lay of 3 vears, and in the meantime the patent was infringed by a
construction manufactured and sold without infringing the pat-
ent as originally granted. In Worden v. Searls, 121 U. S. 14,7
Sup. Ct. 814, there was a delay of 6 years; and in Matthews v.

Manufacturing Co., 124 U, S. 347, 8 Sup. Ct. 639, one of 7 vears.
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From this summary of the authorities it may be regarded as
the settled rule of this court that the power to reissue may be
exercised when the patent is inoperative by reason of the fact
that the specification as originally drawn was defective or insuffi-
cient, or the claims were narrower than the actual invention of
the patentee, provided the error has arisen from inadvertence or
mistake, and the patentee is guilty of no fraud or deception; but
that such reissues are subject to the following qualifications:

First. That it shall be for the same invention as the original
patent, as such invention appears from the specification and
claims of such original.

Second. That due diligence must be exercised in discovering
the mistake in the original patent, and that, if it be sought for
the purpose of enlarging the claim, the lapse of two years will
ordinarily, though not always, be treated as evidence of an aban-
donment of the new matter to the public to the same extent that
a failure by the inventor to apply for a patent within two years
from the public use or sale of his invention is regarded by the
statute as conclusive evidence of an abandonment of the patent
to the public.

Third. That this court will not review the decision of the
commissioner upon the question of inadvertence, accident, or
mistake, unless the matter is manifest from the record: but that
the question whether the application was made within a reason-
able time is, in most, if not in all, such cases, a question of law
for the court.

To hold that a patent can never be reissued for an enlarged
claim would be not only to override the obvious intent of the
statute, but would operate in many cases with great hardship
upon the patentee. The specification and claims of a patent, par-
ticularly if the invention be at all complicated, constitute one of
the most difficult legal instruments to draw with accuracy; and,
in view of the fact that valuable inventions are often placed in
the hands of inexperienced persons to prepare such specifications
and claims, it is no matter of surprise that the latter frequently
fail to describe with requisite certainty the exact invention of the
patentee, and err either in claiming that which the patentee had
not 1 fact invented, or in omitting some element which was a
valuable or essential part of his actual invention. Under such
circumstances, it would be manifestly unjust to deny him the
benefit of a reissue to secure to him his actual invention, pro-
vided it is evident that there has been a mistake, and he has been
guilty of no want of reasonable diligence in discovering it, and
no third persons have in the meantime acquired the right to
manufacture or sell what he had failed to claim. The object of
the patent law is to secure to inventors a monopoly of what they
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have actually invented or discovered, and it ought not to be de-
feated by a too strict and technical adherence to the letter of the
statute, or by the application of artificial rules of interpretation,
The evidence in this case shows that plaintiffs were conceded by
manufacturers a monopoly of this invention ; that defendant was
the only one who had iniringed their patents; and that he did not
begin to manufacture the infringing device until 1882—six years
after the second reissue was granted. In view of this and the
fact that the second reissue was applied for within 5 months from
the time the original patent was granted, and within 37 days
after the first reissue, and that it covers no more than the actual
invention of the patentee, so far as the same is an improvement
upon the Augur patent, we think it should be upheld.

683. IN RE HERAULT, 29 App. Cas. D. C. 42, 127 0. G. 3217 (1907).
Shepard, J.:

This is an appeal from the decision of the Commissioner of
Patents rejecting an application for the reissue of a patent.

The applicant is a citizen of the Republic of I'rance, and a
skilled metallurgist. Having invented a new electrical process
for obtaining soft metals, consisting of substances which tend to
combine with carbon, through the avoidance of the introduction
of carbon from the electrode used therein, and a furnace to carry
out said process, the applicant obtained a patent therefor in
France. Deing then in one of the provincial towns, the inventor
instructed an attorney in Paris to secure patents for his inven-
tion in other countries, Pursuant thereto an application contain-
ing the description of the IFrench patent was filed in the United
States patent office. The patent issued in due course with the
following single claim:

“5. In an electric furnace, the combination of a crucible
adapted to carry a bath of molten material, two clectrodes sup-
ported above it and connected in series, a conductor in position
to effect contact with material contained in the crucible, and a
voltmeter in shunt between one of said electrodes and said con-
ductor, said conductor consisting of a2 rod passing through the
refractory material of the crucible and projecting outside and in-
side of the same whereby the portion of the rod which is melted
is replaced by molten material which fills up the spac: and thus
insures good conductivity.”

Having discovered that his process was not protected by the
patent so obtained, the inventor, something more than two vears
after his patent issued, filed the present application for reissue,
presenting five claims, the fifth one of which is the claim above
set out as contained in the patent. The other four claims are the
following:
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“1. In the manufacture of soft metals such as chromium,
manganese or iron by means of an electric {urnag:::, the method
which consists in playing two separate arcs in series through an
insulating layer of slag between the metal on the one hand, and
the two carbon electrodes on the other hand.

“2. In the manufacture of metals having a strong affinity for
carbon, such as chromium, manganese, iron or the like, by
means of an electric furnace with carbon electrodes, the method
which consists in submitting the charge to the heat of electric
arcs between the electrodes and the metal itself, and regulating
the arcs so as to avoid contact of the electrodes with the metal.

“3, In the manufacture of metals having a strong affinity for
carbon, such as chromium, manganese, iron or the like, by means
of an electric furnace with carbon electrodes, the method which
consists 1in passing the current from one electrode into and
through the metal, thence through another electrode, and regu-
Jating the position of each electrode separately, so as to avoid
contact thereof with the metal.

“4, In the manufacture of metals having a strong affinity for
carbon, such as chromium, manganese, iron, or the like, by means
of an electric furnace with carbon electrodes, the method which
consists in maintaining a layer of non-conducting slag between
the end of an electrode and the molten metal, so as to avoid the
combining of the carbon of the electrode with the metal.”

In the affidavit accompanying the application the applicant

caid,
“that the letters-patent are inoperative for the reason that the
specification thereof is defective and insufficient, and that such
defect or insufficiency consists particularly in the failure of the
claim to describe applicant’s real invention; and deponent fur-
ther says that the error which renders such patent so inoperative
arose from inadvertence, accident or mistake, and not in fraudu-
lent or deceptive intention on the part of the deponent.”

Under the French system a patent is construed to cover what-
ever of novelty is described in the specification. The affidavit
recites that the applicant was ignorant of the difference betvreen:
the French patent law and that of the United States. and be-
lieved that being the first to disclose the real invention his patent
would secure to him whatever was new in the same as described.
That visiting the United States and discussing his patent with
his present New York attorneys, he learned for the first time
of the practical inoperativeness of his patent, and was advised
that he might apply for reissue to correct the insufficiency. That
he was familiar with the state of the industry in the United
States; and that to the best of his knowledge and belief his real
mvention as now claimed has not been in use therein up to the
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present time, This statement in respect of his previous knowl.
crdge and belief as to the protection of his patent, and of the
advice given him by his American counsel, was supported by
the afhdavit of one of them,

[t is apparent that the patent as issued is of little or no prac.-
ticad value; and there is no question but that the process is both
nove? and valuable, This is shown in recent publications, by
writcrs of established standing in Europe and America, to which
aur attention has been called. These show also that the process
has been Jargely applied by the inventor and his licensees, or
assignecs,  The statement of the invention in the specifications
of the French and American patents contains a particular de-
ccription of the process from which any one skilled in t