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Miller v. Mig. Co, 151 U. 8. 186; Palmer v. Lozier, 30 Fed. 732; Fassett ».
Mig. Co., 62 Fed. 404.

Since, therefore, the invention of the specific means covered by these
claims for the special means and the generic invention were for independent
inventions, and neither had been given to the public, it was competent for the
nventor to take out a patent for each; and we do not perceive that in such
ease it would be material that the taking out of the one patent was prior
to that of the other. -— Dayton v. Westinghouse, 118 Fed. 562; 55 C. C. A.

390.

\o valid reason exists why the patentee of an invention may not enjoy
the privilege of a stranger in thereafter obtaining a patent for an independent
invention made by him, although it relate to the matter of his former patent,
and was deseribed but not claimed, therein, provided he has not dedicated
such independent invention to the public. — Dayton ». Westinghouse, 118
Fed. 3625 35 C. C. A. 390.

Thomson-Houston ». Ohio, 80 Fed. 712,

§ 354. Identity.
The presumption is that Jensen invented something new, or he would

not have secured the second patent. Where two patents apparently described
and claimed the same article, the question of identity is open for examination,
with the presumption in favor of their diversity.— Norton v. Jensen, 90
Fed. 415; 33 C. €. A. 141,

Rob. Pat., 896.

Are the two patents for the same invention? Looking first to the letters
patent. themselves, and comparing their claims we are unable to say that the
cambination elaimed in the earlier is identical with that claimed in the later,
since the later specifically claims elements not enumerated in the earlier.
As the claims are not coextensive, the fact that the given clement is common
to both may be of little consequence. The test of identity afforded by a
comparison of the claims of the two patents, however, is not conclusive.
We must be satisfied further that there are substantial differences, not merely
varying deseriptions of one invention, or descriptions of a single invention in
different applications to use. — Palmer v. Brown, 92 Fed. 925; 35 C.C. A. 86.

Miller v. Mfg. Co., 151 U. S, 186; Thomson-Houston v. Elmira, 71 Fed. 396;
Simonds v. Hathorn, 90 Fed. 201.

That where a substantial difference exists, in the two methods of dealing
with the subject matter, it is not a case of double patenting, see Municipal
v. National, 117 Fed. 284; 46 C. C. A. 270.

$ 355. Second Patent Void. .

It secems to me his second patent must have been taken out as a matter
only of greater caution, through fear that, by some possible interpretation
of the claims of the first every method of using the electrie currents would
not be covered. To my mind, this was unnecessary; and unless the patents
are, to be limited to details, the claims of the first patent cover every form of
current particularized in either. I think, therefore, that under Leggett v.
Oil Co., 149 U. 8. 287 and more particularly and clearly under Miller v,
Mfg. Co., 151 U. S. 186, the second patent is void. (Putnam dissenting.) —
Gamewell v. Municipal, 61 Fed. 948; 10 C. C. A. 184.
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One cannot lawfully have two patents for one invention. When onee the
invention has been used, there is the consideration of a grant, its value for
that purpose is spent, and there is nothing in it on which a second grant can be
supported. And this rule holds good though the scope of the patents may be
different. One cannot extract an essential element of his invention from g
former patent, without which the former patent weuld not have been granted
and make it the subject of a subsequent patent. — Palmer v. Lozier, 90 Fed.
732; 33 C. C. A. 255.

Miller v. Mfg. Co., 151 U, S. 180.

That where two patents have been taken out on the same general'invention
and it appears that the combination of the first patent would be inoperative
without including the combination claimed in the second patent, the second
patent is void, see Industrial v. Wilcox, 112 Fed. 5335; 50 C. C. A. 387.

Miller ». Mfg. Co., 151 U. S. 186.

DOUBLE PATENTING.

General Rules § 356 Unitary Device § 360

Disclaimer in Later Patent § 357 (see Miscellaneous Rules § 361

§ 339) See — Abandonment § 9; Anticipa-
Ixtending the Monopoly § 358 tion § 70; Defenses § 320; Improve-

Seniority and Priority § 359 (see § ment § 439; Invention § 617
808) .

§ 356. General Rules.

If two patents be granted for the same invention the latter is void, —
Suffolk ». Hayden, 70 U. S. 315; 18 L. Ed. 76.

It is hardly necessary to remark that the patentee could not include in a
subsequent patent any invention embraced or deseribed in a prior patent to
himself, any more than he could an invention embraced or descrihed in a
prior patent to a third person. Indeed, not so well; because he might get
a patent for an invention before patented to a third person in this country
if he could show that he was the first and original inventor, and if he should
have an interference declared. — James v. Campbell, 104 U. 8. 356; 26 L. Ed.
786.

A man cannot have two separate patents for the same invention. The

later patent is void. — McCreary v. Pennsylvania, 141 U, S. 459; 35 L. Ed.
817; 12 8. Ct. 40.

A later application covering the same invention as a former application
would be void. — Washburn »v. Beat Em All, 143 U. 8. 275; 36 L. Ed. 154;
12 5. Ct. 443.

Suffolk ». Hayden, 70 U. 8. 315.

Two valid patents for the sume invention cannot be granted either to

the same or to a different party. —- Miller v. Eagle, 151 U. 8. 186; 38 L. Ed.
121; 14 S. Ct 310.

Suffolk ». Hayden, 70 U. 8. 315; James v. Campbell, 104 U. S, 382; Mosler v.

Mosler, 127 U. S. 355; Underwood v. Gerber, 149 U. S. 224; Odiorne v. Ames-
bury, 2 Mason, 28.

When a patentee secures two patents for the same invention, the later
patent is void. — Fassett v. Fwart, 62 Fed. 404; 10 C. C. A, 441.
Miller v. Mfg. Co., 151 U. 8. 186.
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The mere fact that & subsequent patent embraces broader claims than those
of the prior patent, which might have been made in the prior patent, does not
take it outside the rule of Miller v, Mfg. Co. that a subsequent patent for the
same invention is void. — Fassett v. luwart, 62 Fed. 404; 10 C. C. A. 441.

A subsequent patent, especially to the same patentee for the same in-
vention, even embracing broader claims is void. — Russell v. Kern, 69 I'ed.

04: 16 C. C. A. 154,
Mi“cr V. hifg- CO-, 1561 U. S. 186; O\ral . Sandy Cr%k, 69 Fled. 285; Hea]d ”.
Rice, 104 U. 8. 737.

The rule in Miller v. Mfg. Co., 151 U. S. 198 construed and explained at
leneth, — Thomson-Houston v. Elmira, 71 Fed. 396; 18 C. . A. 145.

suffolk ». Hayden, 3 Wall. 315; Barbed Wire Case, 143 U. 8. 275; Accumulator
». Brush, 52 Fed. 130.

The improvement described in claim 1 of the second patent, having been
distinetly claimed in a previous patent, is not patentable, unless the last
patentee was the earlier inventor. — Morrin v. Lawler, 99 Fed. 977; 40

C. C. A. 204.

James v. Campbell, 104 U. S. 356; Machine Co. v. Hedden, 148 U. S. 490;
Mathews v. Flower, 25 Fed. 830.

§ 357. Disclaimer in Later Patent.

The switching devices having been fully described, the matter of disclaimer
inserted in the later patent is of no more value in determining its scope and
interpretation as to the claims in which the switches are an element, than is
the matter of disclaimer inserted in the earlier patent as to the claims in
which the contact device is an element. — Thomson-Houston v. Hoosick,
82 Fed. 461; 27 C. C. A. 419.

That the settlement of priorities on interference, where the patentee has
a plurality of applications, relating to the same general subject matter,
does not entitle him to claim the counts awarded him on the interference to
be amended into either application, regardless of the specification and the
paréicg]ar species of the application, see Nelson », Farmer, 95 Fed. 145; 37
C. C. A. 32.

The complainant relies upon the disclaimer of the earlier patent: “1 do
not here elaim any of the features also shown and claimed in my application
and serial Nos. 157,771, ete. Though reference is Liere made to the appli-
cation for the patent in suit, it is evident that a patentee cannot thus with-
draw the invention which actually is embodied in the structure claimed.
He cannot patent the structure, and by disclaimer withdraw the invention
Egﬁ(cjh 31a§033§ge structure patentable. — Otis v. Portland, 127 Fed. 557;

74£{ob. Pat. sec. 465; Miller v. Eagle, 151 U. S. 186; Palmer v. Lozier, 90 Fed.
J.

§ 358. Extending the Monopoly.

When one inventor makes a generic invention and also subordinate,
specific inventions, and presents the whole series in a set of contemporaneous
applications, the patentee must not be enabled, by an ingenious use of general
terms, to enlarge the boundaries of each invention, to extend each into the

borders of another, and obtain a series of overlapping patents. — Elec.
Accum. Co. v. Brush 52 Fed. 130; 2 C. C. A. 682.



320 THE FIXED LAW OF PATENTS § 359

Now, after this lavish issue of patents involving the same subject matter,
and to the same patentees, could the monopoly be still further broadened
and prolonged by the grant of a later patent? We. have no hesitation in
responding negatively. Such an extension of exclusive privileges would be
a Sl(l,eef'& abuse of the patent laws. — Reynolds v. Standard, 68 Fed. 483; 15
C. C. A. 516.

Following, Miller v. Eagle, 151 U. S, 186.

He made a machine which was a perfect embodiment of his generic idea,
and which he thought a better mechanism. He applied for a patent on this
machine, knowing it to be a full embodiment of his generie idea, and erro-
neously thinking it better as a practical mechanism. He did not patent an
improvement upon his old mechanismn. Surely, under such circumstances,
he cannot now invalidate or limit his prior patent by showing that all he
had claimed in his first patent had previously been invented by himself, —
Otis ». Portland, 127 Fed. 557; 62 C. C. A. 339.

The patentee cannot subsequently start afresh and say: ‘‘ I have now an-
other machine, which is exactly like the old one in the use of the gencric
idea. I desire a patent upun it, but I do not claim the feature in which the
machine of my new application differs from the old, but I claim what is
exactly the same as the old. I claim that machine again, and all others
containing the same invention.” Yet this is substantially the case before
us. — Otis v. Portland, 127 Fed. 557; 62 C. C. A. 339.

It is insisted -that though patent No. 757,762 was applied for more than
two years after patent No. 736,999, and was allowed almost eight months
afterwards, it constitutes the generic patent — No. 736,999 being for a
specific invention only. This is not a case in which a patentee, having first
made application for a patent for a generic invention, has subsequently
applied for patents for specific improvements. This 1s a case in which a
patentee, possessed of an alleged gencric idea, elected to first apply for a
patent for a specific embodiment embracing the essential feature of the
reneric idea, and later speecifying such essential feature in another specific
embodiment, claims that the generic idea growing out of such essential
feature, belongs to the later, and not to the carlier, patent. To allow this,
it seems to us, would be to make the second patent overlap the first, a result
that involves the patentee in this dilemma, either that his second patent is
not generie in the respect named, or that it is a double patenting. — Morse
Chain ». Link Belt, 164 Fed. 331; C. C. A.

§ 359. Seniority and Priority.

As between two patents for the same invention priority of date in
filing does not control. — Birmingham ». Gates, 78 Fed. 350; 24 C. C. A. 132.
Miller v. Mfg. Co., 151 U. S, 186.

Where two patents are issued on the same day by the Patent Office, and
there is no other evidence of seniority between them than such as appears
from their serinl numbers, the earlier in ricaber must be regarded the

senior and the earlier in publication. — Crown ». Standard, 136 Fed. 841;
69 C. C. A. 200.

If the invention of the later patent is patented by the earlier patent, the
earlier must, of course, invalidate the later, for there cannot be two valid

patents for the same invention, and the later patent is therefore void. —
Crown v. Standard, 136 Fed. 841; G9 C. C. A. 200.
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§ 360. Unitary Device.
That where two patents from the same inventor disclose and cover the
game general invention, and each covers separate and minor inventions, the

inventions claimed being inseparably involved in the same patents, the later
patent is void, see Thomsoun-Houston v. Hoosick, 82 Fed. 461; 27 C. C. A. 419.

Miller v. Mfg. Co., 151 U. 8. 198.

The device patented in the first patent is the same as that in the second.
The same elements are claimed in combination in the first as in the second.
A difference in statement of their functions caunot and does not make them
different claims or different combinations. — Thomson-Houston v. Jeffery,
101 Fed. 121; 41 C. C. A. 247.

Thomson-Houston v. Hoosick, 82 Fed. 461,

It is identical with the essential feature of the patent in suit and it comes
within the rule that forbids the issuance of a second patent to a patentee for
an alleged invention, the essential characteristic of which has been already
patented to the same patentee. — Newark v, Ryan, 102 Fed. 693; 42 C. C. A.

S04.

The matter sought to be covered by the later patent is inseparably in~
volved in the matter embraced in the carlier patent, and, therefore, the
claims in controversy are void. — Thomson-Houston ». Western, 158 Fed.

813; 86 C. C. A, 73.
Miller ». Mfg. Co., 151 U. S. 198.

_§ 361. Miscellaneous Rules.

The defendants insist that as 337,298 is the earlier patent, and is for the
same Invention as 337,299, the latter patent is void. This conclusion would
be true if the premises were true. The application was filed on the same day,
the patents were issued on the same day, and are owned by the same person.
The testimony shows that it can never be ascertained which patent actually
first reccived the final signature which rendered it a complete and final deed;
the mere fact that one has an earlier number signifies merely that the patent
office followed Brush’s alphabetical order; so that a judicial ascertain-
ment of the fact of priority is impossible, and there are no known pre-
sumptions which can be resorted to upon which to base a finding. The owner
of both patents has elected to regard 337,299 as the one upon which it will
rest 1ts title to a monopoly, and we are of opinion that it had such power of
choice. What would be the condition of separate owners of two separate
and contemporaneous patents for the same inventions? is a question which
has not yet arisen but it is obviously improper that 337,298 should be left in a
condition where it can be assigned or made the subject of sale. It has been
suggested that a disclaimer should be filed, but the sections to the statute
In regard to disclaimer, were not intended for, and do not seem applicable
to, a case of this sort in which the patentee was the actual and first inventor
of the whole of the deseribed and patentable thing which is specified in the
patent. It, therefore, seems proper that a final decree should be framed in
accordance with the circumstances of the case, and should, in conneection
with the finding of the validity of the specified claims of 337,299, adjudge
357,208 to be inoperative, and prohibit its assignment for sale. — Elec.
A‘ccum. Co. v. Brush, 52 Fed. 130; 2 C. C. A. 682.

The owner of two conflicting patents is not bound under R. S. 4018, to
move to cancel the senior patent before he ecan maintain suit upon the other

patent. — Western Elee. Co. ». Sperry, 59 Fed. 205; 8 C. C. A. 129,

Disapproving, Roll Paper Co. ». Knapp, 44 Fed. 609.
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It is contended that the invention described and claimed in the earlier
patent is for one form of the alleged invention described in the later patent
and covered by the first of those claims thereof, and that no one could use
the invention of the earlier patent withou’ infringing these later claims.
The question there raised is a serious one, but we do not deem it necessary
to consider it. — Westinghouse v. Ldison, 63 Fed. 588; 11 C. C. A. 342.

Miller ». Mfg. Co., 151 U. S. 186.

The first two claims contain no patentable improvement upon the form
specifically described in the claims of its predecessor, and are void, — West-
inghouse v. N. Y., 63 I'ed. 962; 11 C. C. A. 528.

At the bar the United States rested the point of issuance of a subsequent
patent for the same invention, Miller v. Mfg. Co., 151 U. 8. 186. The prin-
riple of this decision is evident and was stated as early as 1863 in Suffolk v.
Hayden, 3 Wall. 315; and appears from the record that it was recognized
by the patent office before Miller v. Mfg. Co. was decided. We may remark
that the tacts in the case at bar cn their face are not like those of Miller ».
Mfg. Co. as here the two patents claimed to interfere were not issued to the
same applicant; and the acquirement, after it issued by the Am. Bell Tel.
Co. of the Berliner patent of Nov. 2, 1880 would not necessarily estop the
assignee. — A, Bell. Tel. Co. ». U. 8. 68 Fed. 542; 15 C. C. A. 569.

To avoid the objection of double patenting, it is not enough to show that
the prior patent claims a specific machine, and that the later patent contains
broader claims, which embrace both the prior specific machine and other
machines as well. Two patents may be regarded as for the same invention,
thiough one claims only u special machine, and the other claims broadly a
genus which includes the former. — Otis v. Portland, 127 ¥ed. 557; 62 C. C, A.
339.

Miller ». Eagle, 151 U. S. 186; Rob. Pat. secs. 464, 465.

The question whether two patents are for the same invzntion is to be
determined from a comparison of the documents themselves, no extrinsic
evidence being necessary to enable the court to ascertain their meaning and
true conclusion. — Thomson-Houston ». Western, 158 Fed. 813; 86 C. C. A.

73.

The change in phraseology between the claims of the two patents import
nothing of substance into the claims of the later patent whick, in different
language, describe the same combinations covered by the claims of the earlier
patent. — Thomson-Houston ». Western, 158 Fed. 813; 86 C. C. A. 73.

DRAWINGS.
Statutory Provisions § 362 I Rules § 363
General Suatement and General See — Claims § 192

§ 362. Statutory Provisions.

* ¥ * A copy of the specificatian and drawings shall be annexed to the
patent and be a part thereol. — R. S. 4884.

When the nature of the case admits of drawings, the appiicant shall fur-
nish one copy signed by the inventor or his attorney in fact, and atte ted
by two witnesses, which shall be filed in the Patent Office; and a copy of
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the drawing, to be furnished by the Patent Office, shall be attachea to the
patent as a part of the specification. — R. S. 4835.

Sec. 4916, which provides for reissues, has the following in regard to draw-
ings in reissu€ cases: _ o

* % & nor in case of a machine patent shall the model or drawings be
amended, except each by the other; but where there is neither model nor
drawing, amendments may be made upon proof satisfactory to the Com-

missioner * * *

§ 363. General Statement and General Rules.

Since the drawings form a part of the specification, special rules relating
thereto wiil be found under Specification.

Where the drawings merely show an alternative construction and both
cuvered by same claims, the difference is not material. — Schreiber v. Grimm,
72 Fed. 671 19 C. C. A. 67.

Bussell v. Stevens, 137 U. S. 423; Wells ». Curtis, 66 Fed. 318.

A drawing is not to be regarded as a working plan, unless it is so stated in
the specification. — Elgin v. Creamery, 80 Fed. 293; 25 C. C. A. 426.

Caverly v. Deere, 66 Fed. 305.

The object of the drawings filed in the patent office is attained if they
clearly exhinit the prinetples involved, and, in a case like this, rigid adherence
to the dimensions thus exhibited is not required or expected, and if an in-
telligent mechanie would so proportion the dimensions as to secure practical
results, inutility 18 not demonstrated by experiments with material identical

in form and proportion of paris with the drawings in the “atent. — Crown
v. Aluminum, 108 Fed. 845 48 C. C. A. 72.

The drawings are not required {0 be working plans. They must be read in
connection with the description and claims, and any inferences arising from
omissions ur inconsistencies in the drawings must yield to a legally sufficient
specification. — Western v. American, 131 Fed. 75; €5 C. C. A. 313.

That an obvious error in a drawing, which would not mislead any person

skilled in the art, is insufficient to defeat a patent, see Edison v. Novelty,
167 Fed. 977; C. C. A.

FMPLOYER AND EMPLOYEE.

General Statement § 364 | Employer § 368

Contract — Future Inventions § 365 Miscellaneous Rulings § 369

(see § 430) See — Assicament § 149; Government
License — Implied § 366 (see § 749) § 429; License § 749; Licensor and
Richts of Licensce § 765

LEmployee § 367

§ 364. General Statement.

No statutory provision exists except that relating to government em-
ployees. Those provisions and the special rulings as to employees of the gov-
crnment will be found under the title Government.  Questions of title and

rights as between employers and employees will also be found under Assign-
ment and ILicense.
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§ 365. Contract — Future Inventions.

Complainant and defendant contracted that in consideration of the ep)-
ployment of defendant and wages paid him, defendant would give complaiy;-
eni the exclusive use of any improvements he might make upon their partic-
ular machines while in their employ or after. Held: such argument to be
neither unconscionable, unreasonable nor contrary to public policy. — Boy,.-
sack v. Hulse, 65 Fed. 864; 13 C. C. A. 180. ~

Registering Co. v. Sampson, L. R. 19 lq. 465; 1 Sedg. Dam. 455; Horner ».
Graves, 7 Bing. 735; Ammunition v. N ordezfelt, 1 Ch. 630; Match v. Rosber, 106
N. Y. 473; Morse ». Morse, 103 Mass. 73.

We now pass to the defence that the contract was not enforceable in equity
upon the theory of lack of cor siacration and lack of mutuality. This con-
tract, however, was not withoi t consideration. It was not only by its own
express terms in consideration >f the employment of the defendant, but this
contract was signed and delivered before the employment actually com-
menced, and before the defendant was permitted to enter the complainant’s
factory. The hiring, the engagement to pay wages and the introduction of
the defendant into the complainant’s establishment and to its methods and
processes, constituted a valid consideration for his agreement to assign his
inventions made during the term of employment. — Mississippi . Franzen,

143 Fed. 501; 74 C. C. A. 135.

Bonsack v. Hulse, 65 Fed. 864;: Thibodeau v. Hildreth, 124 Fed. 892: Rob.
Pa;. secﬁ. 414; Green v. Richurds, 23 N. J. Eq. 32, 35;: Grove v. Hodge, 55 Pa.
504, 518.

§ 366. License — Implied.

For equitable rights of employer, see Hapgood ». Hewitt, 119 U. S. 226 ;
30 L. Iid. 369; 7 S. Ct. 193.

Distinguishing: McClurg v. Kingsland, 42 U. 8. 202: Continental ». EEm-
pire, E L}latchf. 235; Whiting v. Graves 3 B. &. A. 222; Wilkins v. Spafiord,
3 B. & A. 274.

An employee or shop license growing out of the employment of the in-
ventor, confers an unassignable right only. — Hapgood . Hewitt, 119 U, S.
226; 30 L. Ed. 369; 7 S. Ct. 193. .

Troy v. Uorniag, 55 U. S. 193: Oliver ». Rumford, 169 U. 8. 75.

Where the employee inventsin the line of his employment with the toolsana
at the expense of his employer, the fact that his wages are not incressed
on account of such services as was the case in M cClurg v. Kingsland, 42 U, S.
gog, llnaléesc nos'.éital difference. — Solomons v. U. S, 137 U. S. 342 ; 34 L. Ed.

67; 11 S, Ct. 88.

When employee allows his invention to be constructed and used by his
employer before patent he eannot claim royalty or right of injunction there-
after. — Dable ». Flint, 137 U. S. 41; 34 L. Ed. 618; 11 S. Ct. 8.

Wade v, Metealf, 129 U. S. 209.

Where employee makes an invention in the shops and with the tools of
employer, the employer gains an implied license, and such implied license
may be succeeded to by a corparation as successor in business, if such course

18 acquiesced in by the inventor. — Lane 2. Locke, 150 U. S. 193; 37 L. Ed.
1049; 14 S. Ct. 78.

MeClurg v. Kingsland, 42 U. S. 202; Solomonsv. U. 8. 137 U. S. 349,
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When an employee made and introduced his invention in employer’s fur-
naces and told his employer he couid use the same 80 long as he remained in
defendant’s employ, such facts gave defendant an implied license, at least
during the period of employment of plaintiff. — Keyes v. Eureka, 158 U. S.
150: 39 L. Ed. 920; 15 8. Ct., 772,

The fact that the invention was made and the drawings prepared outside
the hours and the shops of the employer, so long as the invention was reduced
to practice and made in the employer’s shops by the employee and with his
consent, does not secure him the right to damages for infringement by his

employer. — Gill v. U. 8. 160 U. S. 426; 40 L. Ed. 480; 16 S. Ct. 322.

An employee paid by salary or wages, who devises an important method
of doing his work, using the property or labor of his employer to put his
. invention into practical form, and assenting to the use of such improvements
by his employer, eannot, by taking out a patent upon such invention, re-
cover a royalty or other compensation for such use. — Gill ». U. 8. 160 U. S.
426: 40 L. Ed. 480; 16 8. Ct. 322.

Pennock v. Dialogue, 27 U. 8. 1; Grant ». Raymond, 31 U, 8. 218; McClurg v.

Kingsiand, 42 U. 8. 202; Solomons v. U. 8. 137 U. 8. 342; Lane v. Locke, 150
U. S. 193; McAleer v. U. 8. 150 U, 5. 424; Keves v, Eureka, 158 U. S. 150.

There was some evidence to show that the original patterns were destroyed
by fire before the machines sold by appellant were made and it is insisted that
the scope of the license should be limited by the life of the identical patterns.
The duration and scope of a license must depend ugon the nature of the in-
vention and the circumstances out of which an implied license is presumed,
and both must at last depend upon the intention of the parties. — Withing-
ton v. Kinney, 68 Fed. 500; 15 C. C. A. 531.

Rob. Pat. secs. 809-811; Montross »v. Mabie, 30 Fed. 4.

Complainant was employed as an expert machinist to devise and con-
struct an improved machine and to direct the making of patterns for the
same for machine to be made and sold. Later, complainant obtained a patent,
and after ten years brought suit. Held: Upon this state of facts, we con-
clude that the appellee must be presumed to have granted to appellant’s
licensor a personal license to make and sell machines embodying the im-
progemexts covered by his patent. — Withington v. Kinney, 68 Fed. 500;
15C. C. A. 531.

McClurg ». Kingsland, 1 How. 202; Solomons v. U. S. 137 U. 8. 342; Lane .
Locke, 150 U. 5. 193; Hapgood v. Hewitt, 119 U. S, 226.

The case is, therefore, of an inventor, who was a workman in the employ
of another, manufactures for him, in his shop, and with his materiais, and
upon weekly wages, machines which the employer uses as a part of his tools,
without knowledge of any objection thereto, and for which the inventor
during the terms of his employment, obtains a patent and thereafter seeks
to restrain the employer from the use of the particular machine or machines
which had bLeen thus made in the employer’s shop, under the supervision
of the employee, and apparently as a part of his ordinary mechanical work.
On the authority of Gill ». U. 8., 160 U. S. 426, the employee-patentee was
estopped. — Blauvelt v. Interior, 80 Fed. 906; 26 C. C. A. 243.

§ 367. Rights of — Employee.

Persons ermrployed, s much as employers, are entitled to their own in-
dependent inventions, and if the suggestions coramunicated constitute the
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whole substance of the improvement the rule is otherwise, and the patent,
if granted to the employer, is invalid because the real invention or discovery
belongs to the person who made the suggestion. — Union v. Vandeusen, 9p
U. S. 530; 23 L. Ed. 128.

Agawam v. Jordan, 7 Vvall, G02.

When a person has discovered a new and usefu’ principle in a machine
manufacture or composition of matter, ke may employ other versons to
assist in carrying out that principle, and if they, in the.course of experiments
arising frond that employment, make discoveries ancillary to the plan a.d
preconceived design of the employer, tuch suggested improvements are in
general to be regarded as the property of the party who discovered the origi-
nal principle, and they may be embodied in his patent as part of his inven-
tion. — Union v. Vandeusen, 90 U. S. 530; 23 L. Ed. 128.

As to rights of o (Ferson employed to invent, see Hapgood v. Hewitt, 118
U. S. 226; 30 L. Ed. 369; 7 8. Ct. 193.

McClurg ». Kingsland, 42 U. 8. 202; Continental ». Empire, 8 Blatchf. 295.
Whiting v. Graves, 3 B. & A. 222; Wilkins v. Spafiord, 3 B. & A, 274.

In the absence of evidence of an agreement that the employer should have
any interest in any patentable improvement which the employee might make
during the period of his employment, it would seem that the title to the in-
vention made or to any patent subsequently obtained by him, would bhe
unaffected by the fact of his service and in the use of his employer’s shop,
materials and the service of his employees while devising and perfecting his

invention. — Withington ». Kinney, 68 Fed. 500; 15 C. C. A. 531.
Hapgocd v. Hewitt, 119 U. S, 220.

§ 368. Rights of — Employer.

The inventor, while in the employ of the defendant made his invention
and perfected the same with the tools and while under pay of defendant, and
in his shops. Defendant increased the inventor’s wages by reason of such
invention. The mvention was put in practice by plaintiff in defendant’s
shops and uvsed without any agreement or license. Subscquently the in-
ventor quit from another cause and this suit was brought. field: That such
employment and conduct gave the employer a shop right to said invention.
— MecClurg v. Kingsland, 1 How. 202; 11 L. Ed. 102.

Note: This leading case has generally been construed too broadly. The
court did not hold in express terms that the mere employment or the
exira pay constituted the license, independent of the subsequent conduct.
This case is good for what it holds, but it by no means establishes the -
relations of employer and employee definitely.

Persons employed, as much as employers, are entitled to their own inde-
pendent inventions, but where the employer has conceived the plan of an
invention and is engaged in experiments to perfect it, no suggestion from
an employce, not amounting to a new method or arrangement, is sufficient
to deprive the employer of the exclusive property in the perfected improve-
ment. But where the suggestions go to make up a complete and perfect
machine, embracing the substance of all that is embodied in the patent
subsequently issued to the party to whom the suggestions were made, the
patent is invalid, because the real invention or discovery belonged to an-
other. — Agawam v. Jordan, 74 U. 8. 583; 19 L. Ed. 177.

Pitts v. Hall. 2 Blatchf. 234: Allen ». Rawson, 1 Man. G. & £. 574; Aliden 2.

Dewey, 1 Story, 336; Minters Pat. 1 Web, . C. 132; Curt. Pat. 99; Reed .
Cutter, 1 Story, 599.
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No one is entitled to a patent for that which he did not invent unless he
can show a legal title to the same from the inventor or by operation of law;
but when a person has discovered an improved principle in a machine, manu-
facture or composition of matter, aird employs other persons to assist him in
carrying out that principle, and they in the course o' experiments arising
from that employment make valuable discoveries ancillary to the plan and
preconceived design of the employer, such suggested improvements are in
general to be regarded as the property of the party who discovered the
original improved principle, and may be embodied in his patent as a part
of his invention, — Agawam v. Jordan, 74 U. 8. 583; 19 L. Ed. 177.

A manufacturing corporation which has employed a skilled workmain,
for a stated compensation, o take charge of its works, and to devote his
{ime and services to devising and making improvements in articies there
manufactured, isnot entitled to a conveyance of patents obtained for inventions
made by him while so employed, in the absence of express agreement to that
effect. ~ Dalzell v. Dueber, 149 U. S. 315; 37 L. Ed. 749; 13 S. Ct. 8%wv.

Hapgood v, Hewitt, 119 U. S. 226.

That an agreement by an employee to keep forever secret for the bencefit
of his employer any invention or discovery he may make during the term of
his emplovment, is not unconscionable, see Thibodeau ». Hildreth, 124 IFe:l,

802; 60 C. C. A, 78.

We do not think that defendant is estopped, by reason of the relation
of the parties and his own condact, to deny such equitable title in complain-
ant. HBoth must rest upon the same basis of fact and law. Whether the
complainant would have been justified in claiming what is called a shop right
or a right to a license, irrevocable or otherwise, is not the question raised by
its bill. The claim is ior the whole and exclusive title, and the demand for a
legal assignment of the same. — Pressed Steel v. Hunsen, 137 Fed. 403; 71

C. C. A. 207.

§ 369. Miscellaneous Rulings.

Suggestions from another, made during the progress of experiments,
in order that they may be sufficient to defeat a patent subsequently issued,
must have embraced the plan of the improvement and must have furnished
such information to whora the communication was made that it would have
enabled an ordinary mechanie, without the exercise of any ingenvity and
special skill on his part to construct and put the improvement in successful
operation. — Agawam v. Jordan, 74 U. S. 583; 19 L. Ed. 177.

This evidence brings the case clearly within the terms of the decision of
McClurg v. Kingsland, 1 How. 202, where it was declared that if a person
employed in the manufactory of another, while receiving wagns, makes
experiments at the expense and in the manufactory of the empluyor has his
wages increased in consequence of the useful result of the experiments,
makes the article invented, and permits his employer to use it, no compensa-
tion for its use being paid or demanded, and then obtains a patent for it,
the patent is invalid and void.

Aud as the employer could defend himself on the ground of public use,
s6 could a third person.

And the fact that the employer just before application purchased an in-
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terest in the patent to be granted does not avoid the fact of public use by
hin:, — Worley ». Loker, 104 U. S. 340; 26 L. Ed. 821. .

Pardy was a mechanic and patent solicitor. Hooker employed him to get
up a machine and gave Pardy his own ideas as to how the desired result
could be accomplished. Thez agreement was that Hooker was to pay all
cost of the work and pay Pardy for his services, and was to own and contro}
the patent that should be issued covering the machine. Hooker paid all the
cost of the machines and paid Pardy in full. We are ,of opinion that such
suit (for infringement) cannot be sustained, in view of the distinet agreement,
between Hooker and Pardy. We are of the opinion, however, that the court
below was, in view of the evidence, in error in adjudging Pardy was not the
inventor of the machine patented. Hooker knew, or must be held to have
known, that such patent could nct have been issued except upon the oath
that Pardy was the inventor. Hooker did not himself apply for such patent,
and there is nothing to indicate that he ever contemplated doing so. It is
true, as has been said, ‘hat he gave Pardy lis own ideas and employed him
to get up such a machine as he (Hooker) desired, but the accomplishment
of the desired end was evidently left to Pardy. The court should not have
adjudged tle patent to be veid, or that Pardy was not the inventor. — Pardy
v. Hooker, 148 Fed. 631; 78 C. C. A. 403.

EQUITY.
The Statutes § 370 junction § 533; Inlerjcrences § 582;
Jurisdiction § 371 Inter[ering Patents § 586; Jurisdic-
Miccellaneous § 372 tion §§ 717-20: Pleading and Prac-

See — Actions § 24; Damages § 282; tice § 788; Profits § 825
Decrees § 301; Defenses § 306; In-

§ 370. The Statutes.

General jurisdiction of courts of equity in patent causes is given under
620 R. 8. The specific powers of courts of equity in such actions is fount
in 4921 R. S., from which is quoted:

The several courts vested with jurisuiction of cases arising under the patent
laws shall have power to grant injunctions according to the course and prin-
ciples of courts of equity, te prevent the violation of any right secured by
patent, on such terms as the court may decm reasonable; and upon a decree
being rendered in any such case for an infringement, the complainant shall
be entitled to recover, in addition to the profits to be accounted for by the
defendant, the damages the complainant has sustained thereby; and the
court shall assess the same or cause the same to be assessed under its direc-
tion. And the court shall have the same power to increasc such damages,
in its discretion, as is given to increase the damages found by verdicts in
actions in the nature of actions of trespass upon the case.

%K ¥ % | ok *k * * %k * * %

That said courts (U. S. circuit courts), when situng in equity for the trial
of patent causes, may empanel a jury of not less than five and not more than
twelve persons, subject to such general rules in the premises as may, from
time to time, be made by the Supreme Court, and submit to them such
qugstions of fact arising in such cause as such circuit court shall deem ex-

edient.
P And the verdict of such jury shall be treated and proceeded upon in the
same manner and with the same effect as in the case of issues sent from

chancery to a court of law and returned with such findings.
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Further consideration of this subject will be found under Jurisdiction,
especially under §§ 717-720. ' -

1
}

§ 371. Jurisdiction.

A bill in equity for a niked account of profits and damages against an
infringer cannot be sustained; that such relief ordinarily is incidental to
some other equity, the right to enforce which secures to the patentee his
standing in court; that the most general ground for qultab_le interposition .
is, to recover to the patentee the enjoyment of his specific right by injunc-
tion, against a continuance of the infringement, but that grounds of equitable
relief may arise other than by way ‘of injunction as ‘when the title of the
complainant is equitable merely, or equitable interpgsition is necessary on
account of the impediments which prevent a resort, to remedies purely legai;
and such an equity may arise out of and inhere in the nature of the account,
itself, springing from special and peculiar circumstances which disable the
patentee from a recovery at law eltoggther, or render his remedy in a legal
tribunal difficult, inadequate and incomplete; and as such cases cannot
be defined more exactly, each must rest upon its own peculiar circumstances,
as furnishing a clear and satisfactory exception from the general rule. —

Root v. Ry. 105 U. 8. 189; 26 L. Ed. 955.

It is the fundamental charaateristic and limit of the jurisdiction in equity
that it cannot give relief where there is a plain and adequate and complete
remedy at law; and hence it has no original, independent and inherent
power to afford redress for breaches of contract or torts by awarding dam-
ages; for to do that was the very office of proceedings at law. When, how-
ever, relief was sought which equity alone could give, as by way of injunction
to prevent a continuance of the wrong, in order to avoid multiplicity of
suits and 10 do complete justice, the court assumed jurisdiction to award
compensation for the past injury, not, however, by assessing damages,
which was the peculiar office of a jury, but requiring an account of profits,
on the ground that if any had been made, it was equitakle to require the
wrong doer to refund them, as it would be inequitable that he should make
a profit out of his own wrong. — Root v. Ry., 105 U. 8. 189; 26 L. Ed. 975.

It is impossible, we think, to maintain that the Act of 1870 was meant
to obliterate the distinctions between the two jurisdictions, or even to con-
fuse the boundaries between them. 1t is the settled doctrine of this court
that this distinction of jurisdiction between law and equity, is constitutional to
which the 7th Amendment forbids any infringement of the right of trial by jury,
as fixed by the common law. And the doctrine applies to patent cases as
well as to others. — Root v. Ry. 105 U. S. 189; 26 L. Ed. 975.

A court of equity is to decide on the law and fact (LeGuen v. Gouveneur, 1
Johns. Cas. 500) and an appeal in equity is an appeal upon the law and fact
involved in the case (Adams, Eq., 375) and that, * in absence of any re-
strictive clauses, every appellate tribunal is clothed with all the powers of
the tribunal appealed from, and is bound to exercise them upon the same
principles,” (Briggs Petition, 29 N. H. 553) and “ ordinarily, from the nature
of judgments, the decision of an appellate tribunal must have as great
foree, at least, as the judgment of the inferior tribunal upon the seme matter
would have if no appeal had heen taken.” (Blake v. Oxford, 64 N. H. 302.)
— Richmond ». Atwood, 52 Fed. 10; 2 C. C. A. 596.

For general discussion of equity jurisdiction sce Crown v». Aluminum, 108
Fed. 845; 48 C. C. A. 72.
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Hoe ». Knapp, 27 FFed. 204; New York v. Ilollir‘:ﬁsworth, 56 Fed. 224; Packard
v, Lacing, 70 Fed. 66; Germain v. Wigus, 67 Fed. 598; Root v. Railway, 105
U. 8. 189; Shaw v. Cooper, 7 Pet. 292; Walk. Pat. sec. 106.

§ 372. Miscellaneous.

We are aware of no rule which converts a court of equity into an instry-
ment for the punishment of simple torts. — Livingston v. Woodworth, 15
How. 546; 14 L. Id. 809.

A court of equity will not interfere to enjoin even a pending suit at law
much less the bringing of one, in the future, when the theory of the hill is
that there is a perfect defense to each suit. — Hapgood ». Hewitt, 119 U. S,
226 30 L. Ed. 369; 7 8. Ct. 193,

Grand v. Winegar, 82 U. 8. 373; 1 High Injunctions, secs. 83-¢3 & cases.

A court of equity will not grant a decree on another ground, where the
bill charges actual fraud as the ground of relief, and the fraud is not proven.

— Dashiell ». Grosvenor, 66 Fed. 334; 13 C. C. A. 593.

The evidence also shows that Tremaine & Pain had constructed the ap-
paratus, and put it in use in the hall of the Aeolian Company in New York
on an organ of the Ferrand & Votey Organ Company built for the Aeolian
Company, as early as 1895, and it was there publicly used and exhibited
in actual use for playing the organ for at least two years. This was sufh-
cient to enable appcilees to maintain this aetion without showing that it
had been in constant use ever since. — Los Angeles v. Aeolian, 143 Fed. 880:
75 C. C. A. 88, .

Pitts v. Wemple, 1 Biss. 87; Stitt v. Easton, 22 Fed. 649; Masseth v, Johnston,
59 Fed. 613.

Note: This rule (Hawley, J., Gilbert and Morrow, J. J., concurring) is, to
sav the least startling, if the opinion is correctly reported. It will be noted
that the patent sued on is that to Tremaine & Pain, and that {le use shown
by the evidence was that of the complainant and its predecessor in business
of the device of the palent in suil.

EQUIVALENTS.
General Statement and Definitions § Range § 378
373 Identity § 379
Combinations § 374 Miscellaneous Rulings § 380
Generie Inventions § 375 See — Claims § 194; Infringement
Improvements § 376 (see § 430) §§ 468, 499, b28; Process § 816; Speci-
Known Elements § 377 fication § 909

§ 373. General Statement and Definitions.

The Patent Statute does not use the -vord equivalent. The doctrine has
been long and slow in development; and since, in every case, the question
is likely to be quite as much a question of fact as of lawv, the rules which have
heen established should be regarded rather as rules of evidence than as fixed
rulecs. The subject of equivalents also arises under Claims — Construction,
and under Infringement — Combinations — Identity.

The term equivalent, when speaking of machines, has a certain definite
meaning, but when used with regard to chemical action of such fluids as

can be discovered only by experiment, it only means equally good. — Tyler
. Boston, 74 U. 8, 327; 19 L. Ed. 93.
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Devices in one machine may be called by the same name as those con-
tained in another, and yet they may be quite unlike in the sense of the patent,
law, in a case where those in one of the machines perform different functions
from those in the other. In determining about similarities and differences,
courts ~f justice arc not governed merely by the names of things; but they
look ..the machines und their devices in the light of what they do or what
office or function they perform, and how they perform it, and find that a thing
is substantially the same as another, if it performs substantially the same
function or office in substantially the same way to obtain substantially the
same result, and that devices are substantially different when they perform
different duties in a substantially different way, or produce a substantially
different result. — Bates v, Coe, 98 U. S. 31; 25 L. Ed. 68.

Cahoon ». Ring, 1 CIiff. 620.

Equivalents may be claimed by a patentee of an invention consisting of a
combination of old elements or ingredients, as well as of any other valid

atented improvement, provided the arrangement of parts comprising the
invention is new, and will produce a new and usefu] result. Such a patentee
may doubtless invoke the doctrine of equivalents as against an infringer of
the patent; but the term “ equivalent ” as applied to such an invention,
is special in its signification, and somewhat different from what is meant
when the term 1s applied to an invention consisting of a new device or an
entirely new machine. — Imhauser ». Buerk, 101 U. 8. 647; 25 L. Ed. 945.

In this sense the mechanical devices used by the defendant are known
substitutes or equivalents employed in complainant’s machine to effect the
same result; and this 1s the proper meaning of the term ‘ known equivalent,”
in reference to a pioneer machine such as that of complainant. Otherwise, a dif-
ference in the particular devices used to accomplish a particular result in such a
machine would always enable a defendant to escape the charge of infringe-
ment, provided such devices were new with the defendant in such a machine,
because, as no machine for accomplishing the result existed before thag of
the plaintiff, the particular device alleged to avoid infringement could not
have existed or been known in sueh a machine prior to the plaintiff’s inven.
tion. — Morley ». Lancaster, 129 U. 8. 263; 32 L. Ed. 715; 9 S. Ct. 299,

An equivalent, in the law of patents, is defined to be “any act or substance
which is known in the arts as a proper substitute for some other art or sub-
stance, employed already as an element in an invention, whose substitution
for that other act or substance does not in any manner vary the
idea of means. It possesses three characteristics: (1) It must be
capable of performing the same office in the invention as the act
or substance whose place it supplies; (2) it must relate to the form o} em-
bodiment alone, and not affect in any degree the idea of means; (3) it must
have been known in the arts, at the date of the patent, as endowed with this
capability.” — Duff. Mfg. Co. ». Forgie, 59 Fed. 772; 8 C. C. A. 261.

1 Rob. Pat. sec. 247.

One who claims and secures a patent for a new machine thereby neces-
sarily claims and secures a patent for every mechanical equivalent for the
device, because, within the meaning of the patent law, every mechanical
equivalent of a device is the same thing as the device itself. A device which
1s constructed on the same principle, which has the same mode of operation,
aud which accomplishes the same result as another by the same moans, or by
equivalent mechanical means, is the same device, and a claim in a patent
for one such device claims and secures the other. — Lourie v. Lenhart, 130
Fed. 122; 64 C. C. A. 456.

Machine Co. ». Murphy, 97 U. 8. 120.
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An equivalent is defined as a thing which performs the same funetion,
and performs that function in substantially the same manner, as the thing
of which it is alleged to be an equivalent. But in the application of rules
on the subject we must have in view the patent alleged to be infringed. If
it is for a primary invention — cue which performs a function never per-
formed by an earlier invention — the patentee will have the right to treat ag
infringers those who make or use machines operating on the same principle
and performing the same functions by analogous or equivalent combinations,
even though the iniringing machine may be an improvement of the original.
Rut if the invention is a secondary invention, that is, one which performs a
function previously performed by earlier inventions, but which performs
that function in a substantially different way from any which preceded it;
an improvement on a known machine by a mere change of form or a new
combination of parts, the patentee cannot treat another as an infringer
who has improved the original machine by the use of a different form or
combination performing the same functions. The first inventor of improve-
ments cannot invoke the doctrine ¢f equivalents and suppress all other
improvements. — Central v. Coughlin, 141 Fed. 91; 72 C. C. A. 93.

A mechanical equivalent which may be substituted for an omitted mechan-
ical element in a combination claim is one that performs the same function
by applying the same course to the same object through the same means
and mode of application. — Hardison v. Brinkman, 156 Fed. 962; 87 C. C, A.
5.

§ 374. Combinations.

A combination is substantially different from that patented when the sub-
stitute for the ingredient left ¢ut to perform the same function was not known

as a proper substitute therefor when the invention was patented. — Seymour
v, Osborne, 78 U. 8. 516; 20 L. IXd. 33.

OUld ingredients known at the date of the letters patent granted for an
invention, consisting of a combination of old ingredients, if also known at
that date as a proper substitute for one or more of the ingredients of the in-
vention secured by the letters patent, are the equivalents of the correspond-
ing ingredients of the patented combination. Such old ingredients so known
at the date of the letters patent granted, are the equivalents of the ingre-
dients of the patented combination, and no others, and it may be added that
that and that only, is what is meant by the rule that inventors of a new com-
bination of old ingredients are as much entitled to claim equivalents as any
other cluss of inventors. — Gill v. Wells, 89 U, S. 1; 22 L. Ed. 699.

Gould ». Rees, 15 Wall. 194.

A party who merely substitutes another old ingredient for one of the
ingredients of a combination is an infringer, if the substitute performs the
same function as the ingredient for which it was substituted, and was well
known at the date of the patent as a proper substitute for the omitted ingre-
dient; but the rule is otherwise if the ingredient substituted was a new one or
performed substantially a different function, or was not known at the date
of the plaintiffi’s patent as a proper substitute for the one omitted, as Iin
that event he does not infringe. — Gill . Wells, 89 U. S. 1; 22 L. Ed. 699.

Roberts ». Harnden, 2 Cliff. 504.

By an equivalent in such a case is meant that the ingredient substituted
for the one withdrawn performs the same function as the other, and that 1t
was well known at the date of the patent securing the invention as a proper
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substitute for the one omi‘ted in the patented combination. — Gill v. Wells,
80 U. S. 1; 22 L. Ed. 699.

Gould v. Rees, 15 Wall. 194,

A patent for a novel combination may invoke the doctrine of cquivalents.
— Norton v. Jensen, 9 Fed. 859; 1 C. C. A. 452. |

Imhauser v. Buerk, 101 U. 8. 655; Norton v. Can Co. 45 Fed, 638: Carter v.
Baker, 1 Sawy. 516; Seymour v. Osborne, 11 Wall. 516; Muchine Co. ». Murphy,
97 U. S. 125; Wicke v. Ostrum, 103 U. S, 469.

We do not say what the result might be if the patentee makes his deserip-
tion of the elements of his combination broad enough to include in each or
any of them any kind of mechanism adapted to produce the same result
as a step in the operation. — Wells v. Curtis, 66 Fed. 318; 13 C. C. A. 494.

Phoenix v. Spiegel, 133 U. 8. 360.

““ Mechanical equivalenis * as the phrase is to be understood in this con-
nection, are such devices as were known previously, and which, in the partic-
ular combinations of devices specified as constituting the patented invention,
can be adapted to perform the functions of ‘hose gpecified devices for which
they are employed as substitutes without changing the inventor’s idea of
means. In other words, without introducing ap original idea, producing,
as the result of 1t, an improvement which is itself a patentable invention, —

Jensen v. Norton, 67 Fed. 236; 14 C. C. A. 383.
Rob. Pat. 248, 253, 254.

And here it may be remarked in applying the doctrine of equivalents,
a distinction is made between inventions of snecific devices and inventions
of combinations. In a simple invention the range of equivalents is much
wider than in a combination. In the former a change which would be held
to be a substitution of equivalents may in the latter be considered to be an
introduction of a new idea of means. Therefore it is said, with reference to-
such elements in any combination as constitute its subordinate means, no
other element can be equivalent unless they are equivalent inventions;
that is, unless they not merely perform the same funetions, but perform them
by applying the same force to the same object through the same mode of
applieation. It is only when an invention is broad and primary in its char-
acter, and the mechanical functions performed by the machine are, as a
whole, entirely new that the courts are disposed to make the range of equiv-
g}ge‘;lts correspondingly broad. — Erie ». American, 70 Fed. 58; 16 C. C. A.

1 Rob. Pat. 254; Wells ». Curtis, 66 Fed. 318; Miller », Mfg. Co. 151 U. 8. 207.

The doctrine of mechanical equivalents is governed by the same rules and
has the same application when the infringement of a patent for & combina-
tion 1s In question as when the issue is over an infringament of a patent for

EH other invention. — National v, Interchangeable, 106 Fed. 693; 45C.C. A.

Schroeder ». Brammer, 98 Fed. 880; Imhauser ». Buerk, 101 U. 8. 647; Gris-
wold v. Harker, 62 Fed. 389; Thomson v. Bank, 53 Fed. 250; Seymcur v. Os-
borne, 11 Wall. 516; Gould ». Rees, 15 Wall. 187; Fay v. Cordesman, 109 U, S.
408; Water-Meter Co. v. Desper, 101 U. S. 332; Gage v. Herring, 107 U. S. A40);

Machine Co. 7. Mu{Iphy, 97 U.'5.120; National v. American, 53 Fed. 367; Belding
v. Challenge, 152 U. S. 100.

The doctrine of mechanical equivalents is governed by the same rules
and has the same application when the infringement of a patent for a com-
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bination is in question as when the issue 18 over the infringemént of & patent,
for any other invention. — Brammer ». Schroeder, 106 Fed. 918; 46 C. C. A,
41. ‘ ' - .

' Imhauser v. Buerk, 101 U. 8. 647; Griswold v. Harker, 62 ¥ed. 389; Thomson
v. Bank, 53 Fed. 250; Seymour », Osbornpe, 11 Wall. 516; Gould ». Rees, 15 Wall,
187; Fay v. Cordesman, 109 U. S. 408; Water-Meter Co. v. Desper, 101 U. 8, 332;

Gage v. Herring, 107 U. 8. 640; Machine Co. v. Murphy, 97 U. 8, 120; National ».
American, 53 Fed. 367; Belding v». Challenge, 152-U. 8. 100, .

The learned judge who decided the case below had no doubt “ that the
defendant’s straps-and buckles are an equivalent of the complainant’s cords
_and hooks,” and in this we agree with him; but he held that the complain-
ants were not entitled to invoke the doctrine of equivaiency, and this ruling
we think was erroneous. By the changes in' phraseology which were made
pending . the application, nothing can fairiy be said to have surrendered
or disallowed that which the third claim as finally approved plainly indicated.
‘That claim, as broadly expressed, is for * lacing devices; ”” and it is not to
be implied that either the Patent Office on the one side or the applicant on
the other contemplated any limitation of it which would admit of its evasion
by means so palpably colorable as the substitution of straps for cords and
buckles for hooks. In no cose is a patentee to be denied protection commen-
surate with the scope of his actual and distinctly described and claimed in-
vention by excluding him from the benefit of the doctrine of equivalents.
That doctrine should have been applied; for it is plainly obvious that the
departures made by the defendant are merely formal, * and of such character
as to suggest that they are studied evasions of those deseribed in the claim
in issue.”’ — Lepper ». Randall, 113 Fed. 627; 51 C. C. A. 337.

Hillborn ». Mig. Co., 69 Fed. 958; Societe v, Rehfuss, 75 Fed. 657; Bundy ».
Detroit, 94 Fed. 524; Boston . Bemis, 80 Fed. 287.

The range of cquivalents covered by the patent corresponds with the
character of the invention, and includes all forms which embody the sub-
stance of the invention, and by like mechanical co-operation effect sub-

stantially the same result. — Dowagiac v. Brennan, 127 Fed. 143; 62 C. C. A.
257. y - |

In a combination patent for an improvement in the ar'rangenlent or adapt~
ation of old elements, the inventor is not entitled ts a Lroad interpretation

of the doctrine of mechanieal equivalents, so as to covera device not specife =~

ically included in his claims and specifications. — Hardison ». Brinkman,
156 Fed. 962; 87 C. C. A. 8. ' T |

Miller v. Eagle, 151 U. S. 186.

§ 375. Generic Inventions. | | ' .

If the patentee he the original inventor of a device or machine, he will have -
the right to treat as infringers all who make devices operating on the same -
nrinciple, and performing the same functions by analogous means or equiva-
lent combinations, even though the infringing machine may be an improve-
ment of the original and patentable as such. — McCormick. ©. Trlcott, 61
U. S. 402; 15 L. Ed. 930. R |

The combination of the first claim of the patent being new, and, conse-
quently never having been applied in such a combination, the complainant
is entitled to the doctrine of equivalents as applied to the combination. —
Clough ». Gilbert, 106 U. 5. 166; 27 L. Ed. 138; 1S. Ct. 198.
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If the ..te of the art was such as to entiiie the patentee to a broad claim
for any device for performing the Zunction by such or similar means, the de-
fendants would infringe. —~ Newton ». Furst, 119 U. S. 373; 30 L. Ed. 442;

7 S. Ct. 369.

Where an invention s one of 8 primary character, and the mechanical
functions performed by the machine are, as a whole, entirely new, all sub-
sequent machines whick employ substantially the same means to accomplish
the same result are infringements, although the subsequent machine may
contain improvements In the separate mechanisms which go to make up
the machine. — Morley v». Lancaster, 129 U. 8. 263; 32 L. Ed. 715; 9 S. Ct.

299.

McCormick 2. Talcott, 61 U, 8. 402; Chicago v. Savles, 97 U, 8. 554; Clough v,
Barker, 106 U. S. 166; Duff ». Sterling, 107 U, S. 636; Consolidated ». Crosby, 113
U. S. 157; Tilghman ». Proctor, 102 U. 5. 707; Nelson v. Hartford, 1 Web. P. C.

295.

Where an inventor has combined for the first time one organization of
mechanism for performing all the several steps of an entire machine process,
his invention is infringed by another employing three sets of mechanism
in combination, provided each mechanisin individually considered is a
proper cquivalent for the corresponding mechanism of the former patent,
and the fact that the mechanism is more simple makes no difference. — Mor=

Jey v. Lancaster, 129 U. 8. 263; 32 L. Ed. 715; 9 8. Ct. 299.

In the case of a pioneer patent, where the specification has described or
indicated an alternative construction, the claims will be construed to in-
clude such alternative construction. — Morley v. Lancaster, 129 U. S. 263;

32 L. Ed. 715; 9 S. Ct. 299.

It is well settled that a groater degree of liberality and a wider range of
equivalents are permitted where the patent is of a pioneer character than
when the invention is simply an improvement, may be the last and success-
ful step, in the art theretofore partially developed by other inventors in
the same field. — Cimiotti ». American, 198 U. S. 399; 49 L. Ed. 1100; 25 S.

Ct. 697.
Westinghouse v. Boyden, 170 U. S. 637; Singer ». Cramer, 192 U, S. 265.

General application of doctrine and full discussion of the cases in Reece
v. Globe, 61 Fed. 958; 10 C. C. A. 194.

Morley ». Lancaster, 129 U. S, 263; Mfg. Co. v. Adams, 151 U. S. 139; Miller v.
Mfg. Co. 151 U. 8. 186; Union v. U. S. 112 U. 8. 624: Brooks ». Fisk, 15 low.
212; Klein v. Russell, 19 Wall. 433; Vulcanite ». Davis, 102 U. 8. 222: Béné v.
Jeantet, 129 U. 8. 683; Gordon ». Warder, 150 U, S. 47; Keystone ». Phoenix,
9 U. 8. 274; Fayv. Cordesman, 109 U. S. 408; Mfg. Co. ». Sargent, 117 U. S. 373;
Dryfoos v. Wiese, 124 U. 8, 32; Burns ». Meyer, 100 U. S. 671; Huber ». Mg,
Co. 148 U. 8. 270; Brown v. Mfg. Co. 57 Fed. 731; Winans v. Denmead, 15
How. 330; Sewall v. Jones, 91 U. S, 171; Eddy ». Denmi8, 95 U. S. 560; Werner v.
King, 96 U. 8. 218; Electric ». LaRue, 139 U. 8. 601; Hoyt v. Horne, 145 U. S.
302; Lehigh v». Mellon, 104 U. S. 112.

The question of infringement is controlled by the principles restated in
Machine Co. v. Lancaster, 129 U. 8. 263, and confirmed in subsequent and
recent cases (Miller v. Mfg. Co. 151 U. 8. 186) and which makes these actual
differences, which would be important in a subordinate patent, unessential
when a patent for a pioneer invention isunder examination. If such differences
should be regarded by courts as essential, when the claims do not make
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the specific devices essential, patents for pioneer inventions would ordinarily

have but little value. — Westinghouse v. N. Y. 63 Fed. 962; 11 C. C. A. 528,

If the invention had been of a time recorder, as a new thivg containing
these parts, the claims might cover all modes of 80 bringing the impression
platen into operation, but as it was, they can cover only substantially these
means. - - Bundy v. Columbian, 64 Fed. 851; 12 C. C. A. 442.

In view of prior inventions he cannot be deemed a ! pioncer in the art,”
and therefore cannot invoke the doctrine of equivalents, as the courts apply
that doctrine to primary inventions, so as to include all forms of devices

which operate to perform the same functions or accomplish the sama result,
— Wells v. Curtis, 66 Fed. 318; 13 C. C. A. 494.

Miller v. Mfg. Co. 151 U. S. 186.

Whether he specifically claims in his patent the benefit of equivalents
or not, the law allows them to him according to the nature of his patent.
If it is & mere improvement on a successful machine, a mere tributary in-
vention, or a device the novelty of which is confined by the past art to the
particular form shown, the range of equivalents is narrowly restricted. If
it is a pioncer patent with a new result, the range is very wide, and is not
restricted by the failure of the patentee to describe and claim combinations
of equivalents. Nothing will restrict the pioneer patentee’s rights in this
regard save the use of language in hisspecifications and claims which permits no
other reasonable construction than one attributing to the patentee a positive
intention to limit the scope of his invention in some particular to the exact
form of the device he shows, and a consequent willingness to abandon to the
public any other form, should it be adopted and prove useful, — McCor-
mick ». Aultman, 69 Fed. 371; 16 C. C. A. 259.

Distinguishing, Keystone v. Phoenix, 95 U. 8. 274; Brown v. Mfg. Co.
57 I'ed. 731.

Winans v. Denmead, 15 How. 330; Vuleanite v. Davis, 102 U. 8. 222: Reece v.

%lols)e,lﬁé Fed. 958; Mfg. Co. v. Adams, 151 U. 8. 139; Miller v, Mfg. Co. 151
.o, 180.

Claim 1 of the patent in suit is a very broad one, and, as we held it valid,
it would seem that no method of making the connection between the actu-
ating jacks and the crank shaft, by means well known in the arts at the date

of the patent, would evade it. — Bresnahan v. Tripp, 72 Fed. 920; 19 C. C. A.
2317.

The pioneer inventor is entitled to a generie claim, under which will be
included every species included within the genus. In addition to such generic
claim, he may include in the same application, specific claims for one or
more of the species. — Von Schmidt v, Bowers, 80 Fed. 121; 25 C. C. A. 323.

Machine Co. ». Lancaster, 129 U. 8, 263; Clough ». Barker, 108 U. S. 166;
Clough v. Mfg. Co. 106 U. S. 178; Rob. Pat. sec. 535; Hammerschley ». Scamoni,
7 *eﬁ. 584; Teleﬁhone v. Spencer, 8 Fed. 509; Machine Co. v. Teague, 15 Fed.

10
390; Mig. Co. v. Buffalo, 20 Fed. 126; Brush v. Electric, 52 Fed. 945; Ex parte
Nagle, 1870 Com. Dee. 137; Ex parte Howland, 12 O. G. 889.

An original inventor, a pioneer in the art, he who evolves the original
idea and brings it to some successful, useful, and tangible result, is, by the law
of patents, entitled to a hroad and liberal construction of his claim: whereas
an improver is only entitled, and justly so, to what he claims and nothing
more. — Norton 2. Jensen, 90 Fed. 415;: 33 C. C. A. 141.

Note; The first half of this statement is good law; the latter half is not.
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The right of an improver to equivalents is commensurate with the extent
of his invention.

The McCarty patent, being foupd at the head of a clas3, though in a well
developed art, is entitled to a liberal range of equivalency. — Lamson 9.
Hillman, 123 Fed. 416; 59 C. C. A. 510.

Consolidated v. Crosby, 113 U. 8. 157; Morley v. Lancaster, 129 U. S. 263;
National v. Interchangeable, 106 Fed. 693; Crown v. Aluminum, 108 Fed. 845.

§ 376. Improvements.

An inventor is not entitled, where his invention covers a particular ma-
china for performing a given function, to claim equivalency in any machine
which performs tue same function. — Lryfoos v. Wiese, 124 U. S. 32; 381

L. Ed. 362; 8 S. Ct. 354.

Where the margin of invention is very narrow, the doctrine of equivalents
cannot be invoked to make out infringement. — Doze v. Smith, 69 Fed. 1002;

16 C. C. A. 58L.

A patent to the original inventor of a machine or construction, which first
performs a useful function, protects him against all machines and construc-
tions that perform the same function by equivalent mechanical devices. But
a patent to one who has simply made a slight improvement on devices that
perform the same function before as after the improvement is protected
against those only which use the very improvement he describes and claims,
or meie Eglgorable evasions of it. — Murphy ». Excelsior, 76 Fed. 965; 22
C. C. A. 658,

McCormick v. Talcott, 20 How. 402; Stirrat v. Mfg. Co. 61 Fed. 980.

A mere improvement of & narrow character upon well-known devices for
rccomplishing the same purpose is not entitled to a liberal application of
the doctrine of equivalents. — Muller v. Lodge, 77 Fed. 621; 23 C. C. A. 357.

Miller ». Mfg. Co. 151 U. 8. 186; Wright v. Yuengling, 155 U. S. 47.

A broad claim, such as is now insisted upon, would make his claim void
for anticipation. In view of the history of devices intended to perform the
same function, his patent can only be saved by confining him to the specific
12"21'116 léc gasstligscribed and claimed. — Jeffrey v. Independent, 83 Fed. 191;

i L. U £, ’

Knapp v. Morss, 150 U. 8. 221; Miller v. Mfg. Co. 151 U. S. 186; Wells .
Curtis, 66 Fed. 318; Ney v. Mig. Co. 69 Fed. 405.

This invention is in no sense one of a primary character, and complainant
upon this ground is not entitled to that range of equivalents accorded to such
an invention. — St. Louis ». National, 87 Fed. 885; 31 C. C. A. 265.

‘McCormick v. Taleott. 20 How. 402: Miller ». Mfg. Co. 151 U. 8. 207; Bragg ».
Fitch, 121 U. 8. 478; Wells ». Curtis, 66 Fed. 318.

If his invention is one which has marked a decided step in the art, and has
proven of value to the public, he will he entitled to the benefit of the
rule of equivalents, though not in so liberal a degree as if his invention
3}5 of a primary character. — Bundy ». Detroit, 94 Fed. 524: 36 C. C. A.
375.

Miller ». Mfg. Co. 151 U. S. 186.

A lmtent_to the original inventor of a machine which first performs a
useful function protects him against all mechanisms that perform the same
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function by equivalent mechanical devices; but a patent to one who simply
made a slight improvement on a device that performed the same function
before as atter the improvement is protected only against those who use the
very improvement that he describes and claims, or mere colorable evasions
of it. — M’Bride ». Kingman, 97 Fed. 217; 38 C. C. A. 123.

Stirrat v. Mig. Co., 61 Fed. 980; Murphy v. Excelsior, 76 Fed. 965; Adams v,
Lindell, 77 Fed. 432.

He is not entitled to a monopoly of analogous means found in the old art.
Subsequent improvers are equally free to accomplish the same general results
by different means, if not purely colorable changes. The range of equiva-
lents allowed to the combination must be so narrowed as to include nothing

which is not substantially identical with the means employed. — Noonan ».
Chester, 99 Fed. 90; 39 C. C. A. 426.

ﬁﬁKlna pgvl.sMorss, 150 U. 8. 221; Wright v. Clinton, 67 Fed. 790; Wells ». Curt!s,
fed. :

The form he describes and claims is not of the essence of his invention, and
the law allows a patentee any form which is the equivalent of that claim,
unless he has expressly limited himself to the one claim he describes, or unless
it i3 necessary to limit him to the specific form in order to save his patent
from anticipation. Hoyt was not a pioneer. But his invention is purely
a meritorious one. In such case he is not cut off from a reasonable range of
equivalents measured by the advance he has made over older machines. —
McSherry v. Dowagiac, 101 Fed. 716; 41 C. C. A.. 627.

Bundy ». Detroit, 94 Fed. 524; Penfield v. Chambers, 92 Fed. 639; McCormick
v. Aultman, 69 Fed. 371; Muller ». Tool Co. 77 Fed. 621.

That in the case of a narrow improvement, an attempt to invoke the doc-
trine of equivalents to make out infringement may result in defeating the
claim of the patent, see Hobbs v. Gooding, 111 Fec. 403; 49 C. C. A. 414.

Hoyt, it is true, was not a pioneer; but his invention being meritorious,
he is not cut off from a reasonable range of equivalents, measured by the

advance he has made over older machines. — Dowagiac v. Minnesota, 118
Fed. 136; 55 C. C. A. 86.

Bundy v. Detroit, 91 Fed. 524; McSherry v. Dowagiae, 101 Fed. 716; Penfield
%. Ch%:%bﬁrs,{?ﬁ Fed. 639; McCormick v. Aultman, 69 Fed. 371; Muller v. Tool
0. 77 Fed. 621.

The appellant’s invention being obviously not a pioneer, but only an im-
provement upon the prior art, its claims cannot be given a hiberal interpre-
tation: but there is yet a right to a reasonable range of equivalents, measured
by the character and extent of the improvement, and infringement cannot
be avoided by mere colorable modifications of some of the elements, not es-

sentially varying its principle or mode of operation. — Heekin ». Baker,
138 Fed. 63; 70 C. C. A. 839.

National ». Interchangeable, 106 Fed. 693; Dowagiac v. Minnesota, 118 Fed.
136; Standard ». Caster, 113 Fed. 162.

§ 377. Known Elements,

Repeated decisions of this eourt have settled the rule in such cases that
if the ingredient substituted by the defendant for the one left out in the
defendant’s machine was a newly discovered one, or even an old one perform-
ing some new function, and was not known at the date of the plaintifi’s patent
as a proper substitute for the ingredient left out, the charge of infringement
cannot be maintained. — Gill ». Wells, 89 U. S. 1; 22 L. Ed. 699.
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Seymour v. Osborne, 11 Wall. 555; Vance v. Campbell, 1 Black, 428; Prouty
v. Ruggles, 16 Pet. 341.

One point which may be considered in determining equivalents is the age
of the two devices, or whether the alleged iniringement was known and in
force at the time of the granting of complainants’ patent; the presumption
being in such case that it was used as an equivalent, only to avoid the charge
of infringement, and not as an improvement. - - Jones v. Munger, 49 Fed.

61; 1 C. C. A. 158.

Refinery v. Matthiesson, 2 Fish. P. C. 629; O'Reilly ». Morse, 15 How. 123;
Robertson v. Blake, 94 U. S, 732.

Other constructions may now appear to be equivalents, hut they were not
known to be such when the appellee’s patent was issued, and the patentee
did not mention them as such in his specifications. The doctrine of equiva-
lents, therefore, does not aid the appellee. — Rrown v. Stilwell, 57 I'ed. ¢31;

6 C.C. A. 528.

Rowell 2. Lindsay, 113 U. 8. 97; Keuystone ». Phoenix, 95 U. S. 274;: Harris v.
Allen, 15 Fed. 106; Mfg. Co. v. Rosenstock, 30 Fed. 67; Smith v. Putnam, 45
Fed. 202: Otley v. Walkins, 36 Fed. 323; Burns v. Meyar, 100 1J. 8. 671; Kiein
v. Russell, 19 Wall. 433.

The means by which this or any other result or fonction is accomplished
may be many and various, and, if those several means are not mechanical

equivalents, each of them is patentable. — Boyden v. Westinghouse, 70
Fed. 816; 17 C. C. A. 430.

A patent covers only known enuivalents. — Magic ». Economy, 97 Fed.
87; 38 C. C. A, a6.

An attempt is made to escape from this conclusion under the rule that, if
the clement substituted for the one withdrawn has been discovered since
the date of the patent, it cannot be said to be its mechanica. equivalent.
Gould v. Rees, 16 Wall. 187, But it is too plain for argument or serious
consideration that there was neither discovery nor invention in p~reeiving
and applying to the device of complainant the fact that an infusible metal
secured by wax or other fusible material was the mechanical equivalent of,
performed the same function and worked the same result as, the fusible plug
of White, and could be effectually used as its substitute. The shot and the
wax were not, therefore, newly discovered elements, but constituted a mere
mechanical substitute for the element which White described and claimed.
— Kinloch v. Western, 113 Fed. 652; 51 C. C. A. 369.

§ 378. Range cf.

A patentee, entitled to invoke the doctrine of equivalents is entitled so to

do whether he has claimed such in his specification or not. — Goodyear 2.
Davis, 102 U. 8. 222; 26 L. Ed. 149.

Depends upon the extent and nature of the invention. — Miller v. Eagle,
1561 U. 8. 186; 38 L. Ed. 121; 14 8. Ct. 310.

Morley ». Lanecaster, 129 U. S. 263.

It is manifest, therefore, that it was not meant to decide that only pioneer
Patents are entitled to invoke the doctrine of equivalents, but that it was
decided that the range of eyuivalents depends upon and varies with the
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degree of iavention. — Continental v. Eastern, 210 U. S. 405; 51 L. Ed. 922;
28 8. Ct. 748.

Cimiotti ». American, 198 U. 8. 399; Kokome ». Kitseinan, 189 U. 8. 8;
Miller ». Eagle, 158 U. S. 1806; Ives v, Hamilton, 92 U. 8. 426; IHoyt v. Horne, 145

E.S'SS' 302; Deering ». Winona, 155 U. S. 286; Walk, Pat. sec. 362; Rob. Pat. sec.

The range of equivalents depends upon the extent and nature of the in-
vention. If the invention is broad or primary in its character, the range of
equivalents will be correspondingly broad, under the liberal construction

which the courts give to such inventions, — Roemer v. Peddie, 78 Fed. 117;
24 C. C. A. 39.

Machine Co. v. Lancaster, 129 U. 8. 263; Miller ». Mig. Co. 151 U. 8. 207.

We have discussed this general question so fully in Long v. Mfg. Co. 75
Fed. 835, and Resce v. Globe, 61 Fed. 958 (an extreme case in one way)
and in Ball ». Ball, 88 Fed. 318 (an extreme case the other way) that we do
not deem it necessary to go over it here. The case at bar lies between the
two cases last cited; and it clearly is not shut out from the expression of the
Supreme Court cited by us in Reece v. Globe at page 962, that * the range
of equivalents depends upon the extent and nature of the invention.” —
Boston v. Bemis, 80 Fed. 287; 25 C. C. A. 420.

While it is clear that a patentee is ordinarily entitled to all the uses and
all the advantages which his invention developes so far as the new application
does not involve additional invention, yet a function not known when the
patent issues, and afterwards developed, cannot ordir.arily be used to broaden
the construction of a claim. — Heap ». Tremont, 82 Fed. 449; 27 C. C. A.
016.

Reece Globe, 61 Fed. 958; Wright ». Clinton, 67 Fed. 790; Long v. Mig. Co,
75 Ied. 835; Boston v. Bemis, 80 Fed. 287.

The range of equivalents depends upon the extent and nature of the in-
vention, — Beach v. Hobbs, 92 Fed. 146, 34 C. C. A. 248.

Miller . Mfg. Co. 151 U. 8. 186. -

The more meritorious the invention, the greater the step-in the art, the
less the suggestion of the improvement in the prior art, the more liberal are
the courts in applying in favor of the patentee the doctrine of equivalents,
The narrower the line between the faculty exercised in inventing a device
and mechanical skill, the stricter are the courts in rejecting the claim of
equivalents by the patentee in respect to alleged infringements. — Penficld
». Chambers, 92 Fed. 630; 34 C. C. A. 579.

A patentec who is the original inventor of a device or machine — a pioneer
in the art — is entitled to a broad and liberal construction of his claims; but
an inventor who anly claims to be an improver, is only entitled to what he

claims, and nothing more. — Overweight ». Imvoroved, 94 Fed. 155; 36
C. C. A. 125.

McCormick ». Talcott, 20 How. 402; Norton ». Jensen, 90 Fed. 415.

Note: The last clause of the above statement of the general rule attempted to
be stated, is unqualifiedly bad law. Ii is not the law, and never has been
the law, that an improver is entitled only to exactly what he claims. The
rule is and always has been, that an improver is entitled to a range of
equivalency commensurate with the extent of his invention.
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This court, followirg the supreme court, has pointed out in a number of
cases that, the more meritorious the patent, the more liberal will the court be
in applying the doctrine of equivalents to cover devices adopted for the
purpose of appropriating all that 18 good in a patent without rendering the
tribute which the patent law was intended to secure, for a temporary period,
to those who by their ingenuity have made possible real progress in the in-
dustrial arts. — King v. Hubbard, 97 Fed. 795; 38 C. C, A. 423.

Bundy v. Detroit, 94 Fed. 524; McCormick v. Auvltman, 69 Fed. 371; Wells .
Curtis, 66 Fed. 318; Miller . Mfg. Co. 151 U. S, 186.

One who merely makes and secures a patent for a slight improvement on
an old device or combination, which performs the same function before as
after the improvement, 1s protected against those only who use the very
device or improvement he describes or mere colorable avasions thereof. In
other words, the term ‘ mechanical equivalent,” when applied to the inter-
pretation of a pioneer patent, has a broad and generous signification, while
its meaniang is very narrow and limited when it conditions the construction
of a patent for a siight and almost immaterial improvement. — National ».
Interchangeable, 106 Fed. 693; 45 C. C. A. 544.

Adams v. Lindell Co., 77 Fed. 432; Stirrat v. Mfg, Co., 61 Fed. 980; McCormick
v. ‘Taleott, 20 How. 402; R. R. Co. v, Sayles, 97 U. 8. 554; Brill ». Car Co., 80 ¥ed.

666.

The doetrine of mechanical equivalents conditions the construction of
all these patents, and in determining questions concerning them the breadth
of the signification of the term is proportioned in each case to the character
of the advance or invention evidenced by the patent under consideration,
and 1s so interpreted by the courts as to protect the inventor against piracy
and the public against unauthorized monopoly. — National ». Interchange-
able, 106 Fed. 693; 45 C. C. A. 544.

Schroeder ». Brammer, 98 Fed. 880; McSherry v. Dowagiae, 101 Fed. 716;
Bundy v. Detroit, 94 Fed. 524; Miller v. Mfg, Co., 151 U. S. 186; Penfield v.
%m{mﬁersﬁ.ogﬁ Fed. 639: McCormick v. Aultman, €9 Fed. 371; Muller ». Tool Co.,

‘ed. 621,

as we have several times had occasion to say, and what is indeed well
established patent law, the term “ equivalent ” has a variable meaning,

and 1s measured by the character of the invention to which it is applied. —
Rich ». Baldwin, 133 Fed. 920; 66 C. C. A. 464.

McCormick v. Aultman, 69 TFed. 371; Penfield v. Chambers, 92 Fod. 630: Mec-
Sherry v. Dowagiac, 101 Fed. 716.

. The term “ mechanical equivalent ” has a broad and generous significu~
tion in the interpretation of a pioneer patent, a very narrow and restricted
one In the construction of a patent for a slight improvement, and, in the
inferpretation of patents for the great mass of inventions between these
extremes, its meaning is always proportioned to the character of the ad-

vance or invention under .onsideration. — Mallon ». Gregg, 137 Fed. 68;
69 C. C. A. 48.

National v. Interchangeable, 106 Fed. 693.

In a combination device consisting of congeries of well-known mechanical
.applganges_ﬁ, no liberality of construetion is aceovded to it to create a monopoly;
but is limited to the descriptive elements in the combination as expressed
In the specifications; and no great hiberality of the doectrine of mechanical
equivalents can be indulged in in its favor. ~ As the applicant for such com-
bination of old devices chooses his own expressions in presenting it, and
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is required to enumerate the elements of his claim, he is limited to the com-
bined apparatus s specified. And no one is an infringer of a combination
claim unﬁ’ess he uses the elements therzof, and in substantially the same
mode of co-operation. — Portland v. Hermann, 160 Fed. 91; 87 C. C. A. 247,

Cimiotti v. American, 198 U, S. 399.

General rule restated without change and cases cited in Union v. Diamond,
162 Ted. 148; 89 C. C. A. 172,

Tha: where the improvement is a narrow one, it is not entitled to a range
of equivalents of any extent, and to save the patent where the alleged in-

fringement is not an identical act, 1t must be held not infringed, see Hendey
v. Prentice, 162 Ied. 481; 89 C. C. A. 401.

v]. S. Hog v. North, 158 Fed. 818.

We are dealing, not with a great invention, but with a meritorious one
which has made a distinet advance in the art in question. We think the
claim should be given an interpretation liberal enough to protect the inventor
from the use of machines which difier only in nonessential changes which

any skilled mechanic would know enough to make. — Benbow-Brammer v.
Straus, 166 Fed. 114; C. C. A.

§ 379. ldentity.

The ends attained being the same, the question is whether the means

employed are ident. 1l or equivalent. — Ives v. Hamilton, 92 U. S. 426;
23 L. Ed. 494.

Authorities concur that the substantial equivalent of a thing, in the sense
of the Patent Law, iz the same as the thing itself; so that if two devices
do the same work in substantially the same way and accomplish substantially
the same result, they are the same, even though they differ in name, form
or shape., — Union ». Murphy, 97 U S. 120; 24 L. Ed. 935.

Curt. Pat. sec. 310.

Though some of the corresponding parts of the machinery are not the
same, and, separately eonsidered, could not be regarded as identical or con-
flicting, yvet, having the same purpose in the combination, and effecting that
purpose in substantially the same manner, they are equivalents of each other
in that regard. — National ». American, 53 Fed. 367; 3 C. C. A. §59.

Cochrane ». Deener, 94 U. S. 780,

While the patentec iz entitled to the unknown beneficial uses to which
his invention may be put, he cannot prevent the use of ingredients in the
combination which may accomplish the previously unknown result, but not
equivzlents of the patented ingredient in the performance of the function

which is specified and described in the claim. — Johns Mfg. Co. v. Rebertson,
77 Fed. 985; 23 C. C. A. 601.

Roberts v. Ryer, 91 U. 8. 150; Wells v. Jacques, 5 O. G. 364; Rowell ». Lindsay,
113 U. 5. 97.

§ 380. Miscellaneous Rulings.

Every device which is uscd to produce the same effect is not the equivalent
for another. — Burr ». Duryee, 68 U. 8. 531 17 L. Ed. 750.
McCormick ». Taleott, 20 How. 405.
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It is true the patent cannot be extended beyond the claim. That
bounds the patentee’s right. But the claim in this case covers the whole
process invented, and the complainants seek no enlargement of the process.
Certainly the claim of the p.ocess ought not to be regarded as excluding all
other substances than the one mentioned. As already noticed, the specifica~
tion avows the object of the invention. ‘The subject to be treated is fibrous
materials of a vegetable nature. And it may well be doubted, in view of
this general declaration of the object, whether there is anything that limits
the scope of the invention to a process of treating straw and other like ma-

terials. — American v. Fiber, 90 U. S. 566; 23 L. Ed. 31.

In machines, when a broken line serves the same purpose as a curved line
the one is the equivalent of the other, — Ives v. Hamilton, 92 U. S. 426; 23 L.

Ed. 494.

The use of a pressure bar in the place of a pressure roll, and the use of

springs in the place of weights to produce the pressure are equivalents, —
Woeodbury v. Keith, 101 U. S. 479; 25 L. Ed. 639.

But the lever or its equivalent as a mechanical instrument is made an
essential element, and dispensing with the lever and using instead the human
hand is not the use of an equivalent, although in the plaintiff’s machine the
hand is appiied to move the lever, — Brown ». Davis, 116 U. S. 237; 29
L. Ed. 659; 6 S. Ct. 379.

Water v, Desper, 101 U. 8. 332; Gage v. Herring, 107 U. S. 640; Fay . Cordes-
man, 109 J. S. 408; Sargent v. Hall, 114 U. S. 63.

As that used by the defendants differs from that described in the patent,
just as that employed by the prior patentee does, the process of the defend-
ants cannot be construed as an infringement without at the same time de-
claring that used by the prior patentee to be an anticipation. — Plummer v.

Sargent, 120 U. S. 442; 30 L. Ed. 737; 7 S. Ct. 640.

_'This result b, different from that in the plaintiff’s device, the mecha-
nism is different and is not an equivalent of Button’s. The fourth claim of

the patent, if valid, cannot be construed so as to cover the defendant’s
apparatus. — Grier v. Wilt, 120 U. 8. 412; 30 L. Ed. 712; 7 S. Ct. 718.

. Where the claims covered specifically cylinders with chambers or delores-
slons, they cannot be construed to cover plain cylinders. — Hendy v. Golden,
127 U. 5. 370; 32 L. Ed. 207; 8 S. Ct. 1275.

Fay ». Cordesman, 109 U. 8. 408: Sargent v. Hall, 114 U. S. 63; Shepard .

Cg;rigﬂg. })ég U. 8. 593; White ». Dunbar, 119 U. S. 47;: Crawford 7. Heysinger,

There is no Invention in substituting oi:e valve or spring of & familiar shape
11'081' émtéttlmzb ;— Westinghouse v. Boyden, 170 U. S. 537; 42 L. Ed. 1136:
- « »

Imhauser ». Buerk, 101 U. 8. 647.

Generally, a patentee, no matter what the character of his patent may he,
c&n claim mechanical equivalents known to exist at the time of the applica-

tion, whether he claims them or not in his application, — Hunt Bros. v.
Cassidy, 53 Fed. 257; 3 C. C. A. 525.

Fﬂ}lVa]llj:)Pat. sec. 250; Coodyear v. Davis, 102 U. 8. 230; Tatum v. Gregory, 41
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The substitution of a weight to perform the same function as a spring
is an equivalent mechanism, — American v. Weston, 59 Fed. 147; 8 C. C. A,
50.

There can be nv question that a spring rocker is a per.ectly familiar way
of obtaining a tipping or oscillating motion, as well as & pivot or hinge, and
that cne is a well known equivalent of the other. ~— M’'Kay v. Dizer, 61 Fed,
102; 9 C. C. A. 382.

We think these claims and specifications (especially in view of the state
of the art) constitute a fair disclaimer and dedication to the public of all
right on the part of the patentee to protection against any such device as
that used by the appellee. — Stirratt v. Excelsior, 61 Fed. 980; 10 C. C. A.
210.

Keystone v. Phoenix, 95 U. 8. 274; Miller v. Brass Co., 104 U. 8. 350; McClain
v. Ortmayer, 141 U. S. 414; Dobson v, Cubley, 149 U. S. 117; Heine v. Smith,
43 Fed. 786; Maddock v. Coxon, 456 Fed. 578.

If the complainant were entitled to have his first claim construed broadly,
clearly the defendant’s device would be an infringement. But the com-
plainant’s invention being limited, as we have seen, by the prior state of the
art, if not by the express words of his application, to the use of a single
casting, the conclusion necessarily follows that the defendant has not in-
fringea this claim of the patent. — Vulcan ». Smith, 62 Fed. 444, 10 C. C. A.
493.

Roemer v. Peddie, 132 U. S. 313; Snow v. Railway, 121 U. 8. 617; Hoff ».
Mig. Co. 139 U. S. 326; Derby v. Thompson, 146 U. 8. 476.

Means must necessarily be shown in the specification, but the identical
means or the special devices were not, in the lunguage of Machine Co. ».
Lancaster, 129 U. 8. 263, ‘‘ necessary constituents "’ of the invention either
in the spzcigggtion or in the claim, — Westinghouse ». N. Y. 63 Fed. 962;
11 C. C. A. .

The distinction suggested by the circuit court between inventions em-
ploying cranks and levers visible to the senses and those employing com-
pressed air, which operates by modes not visible to the senses, — as to which
latter devices the circuit court held that, “ in judging of an infringement we
are to direct our attention rather to functional equivalents than to mechan-
ical equivalenis,” — we do not think well taken, even in favor of pionecr
inventions. The Supreme Court in its ruling in the great leading case of
O’Rcilly v. Morse, 15 How. 62, which was one in which the far more subtle
agency of electricity was under consideration, neither made nor intimated
such a distinction. — Boyden v, Westinghouse, 70 Fed. 816; 17 C. C. A. 430.

That where the specification contains, in a basic patent, a_complete de-
sceription of a species, it is sufficient to include the genus to wnich it belongs,

or the genera which might properly be included with it. — American o.
Howland, 80 Fed. 395; 25 C. C. A. 500.

Incandescent Lamp Pat. 159 U. S. 465; Read v. Schultze-Berge, 78 Fed. 493;
Pearl v. Qcean, Fed. Cas. 10876; Rob. Pat. sec. 517.

It i1s very usual for patentees to assert that Machine Co. v. Lancaster
has a very general application. On the other hand, it was exceptionable,
and the invention in suit there is easily distinguished from the great mass of
patented combinations. Its underlying idea was novel. As was said by
the Supreme Court at page 273, the mechanical function performed by the
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machine covered by the patent, was as a whole entirely new. In the present
suit, however, the entirely new function is found in the device of Woodward's
earlier patent, and the patent now in issue shows nothing except a method
of making the new function more useful. In this particular the case is
essentially unlike the conditions of the hypothesis stated in U. S. v. Burdan,
156 U. S. 552, as it is entirely plain that the device described in the claim
in issue would infringe the device of Woodward’s entire patent, although an
improvement on it. — Boston v. Woodward, 82 Fed. 97; 27 C. C. A. 69,

Machine Co. v. Lancaster, 129 U. . 263.

The defendant’s rotary machine has the same anvil die, and its cutters
are arranged to operate in relation thereto in exactly the same way as on
the reciprocating machine. They must be classed in the same category.
— Diamond v. Goldie, 84 Fed. 972; 28 C. C. A. 589, .

Oval v. Mig. Co. €0 Fed. 285.

While we give full weight to the decision of the Supreme Court in West-
inghouse v. Boyden, 170 U. S. 537, and recognize tnat it is an abuse of the
term “ equivalent ” to employ it to cover every combination of devices in
a machine which is used to accomplish the same result, we are of the opinion
that in that case the Supreme Court left unqualified the previous rulings such
as recognized in the case of Imhauser v. Bueik, 101 U. S. 647. — Beach ».
Yobbs, 92 Fed. 146; 34 C. (. A. 248,

Note: I think it is a misapprehension of the holding in the Westinghouse
case, to regard it as limiting the proper use of equivalents, since the question
in that case turned upon the patentability of a mechanical process; and that,
the discussion of equivalency was largely collateral thereto.

In our opinion, neither the words “ substantially as described  in the
claims nor the proceedings in the patent office in which the patentee ac-
quiesced in the decision that these words must be inserted after the word
‘““ mechanism,’”” in the claims, prohibit the patentee from invoking the doc-
trine of known equivalents with respect to alleged infringers. — Beach ».
Hobbs, 92 Fed. 146; 34 C. C. A. 248,

The meritoriousness of an improvement depends, first, upon the extent to
which the former art taught or suggested the step taken; and, second, upon
the advance made in the usefulness of the machine as improved. — Bundy

v. Detroit, 94 Fed. 524; 36 C. C. A. 375.
McCormick v. Aultman, 69 Fed. 371.

For concrete illustrations of what are and what are not mechanical equiva-
lents, see Brown v. King, 107 Fed. 498; 46 C. C. A. 432.

McKay v. Dizer, 61 Fed. 102; Stearns v. Russell, 85 Fed. 218; Foster v. Moore,
Fed. Cas. 4978; Schreiber v. Grimm, 72 Fed. 671.

The mere use of known equivalents for some of the elements of prior
structures; the substitution for one material of another known to possess
the same qualities, though not to the same degree; the mere carrying for-
ward or more extended application of the original idea, involving a change
In form, proportions, or degree, and resulting in doing the same work in
the same way and by substantially the same means — is not patentable,
even though better results are secured; and this is the case, although what
preceded rests alone in public knowledge and use, and not upon a patent,
~— Sloan v. Portland, 139 Fed. 23; 71 C. C. A. 460.



346 THE FIXED LAW OF PATENTS § 381

Market 2. Rowley, 155 71, 8. 621; Wright v. Yuengling, 155 U. S. 47; Adams.
Stamping, 141 U. 8. 539 Burt v. Evory, 133 U. 8. 349; Brown . D. C,, 130 U, 8,
87: Crouch v. Roemer, 103 U. S. 797; Roberts v. Ryer, 91 U. 8. 150; Smith ».
Nichols, 21 Wall. 115; Hicks ». Kelsey, 18 Wall. 670; Nations!v. Interchangeable,
106 Fed. 693; National ». Lithographic, 81 ¥Fed. 395. |

Note: This statement of Judge Hook, Eighth Circuit, like most general
statements of the kind, is open to material criticism. While such general
propositions are sound, the specific modifications essential to equity render
sweeping statements more or less dangerous. '

Jordan in his specifications took pains to say that he had adopted the
squeezing device, which he preferred, but that the device might be varied
by those skilled in the art without departing from the principle of his in-
vention. The Eldridge patent proves that this is true. An examination
of the two patents carries the conviction that Eldridge has appropriated
Jordan’s inventive idea. It is the whole purpose of the doctrine of equiva-
lency to protect the inventor against piracy and secure to him the benefit
of t,hrai'b wgict:l%he has invented. — American v. Hickmott, 142 Fed. 141;
73 C. C. A, 359.

Where three separate elements, each performing an individual funetion,
are supplanted by a single element which itself performs the functiors of
all three, it is quite clear that the three-fold capacity of the single element
is not the equivalent of the three single elements. — Lambert v. Lidgerwood,
154 Fed. 372; 83 C. C. A. 350.

Assuming that there was an invention at all, under the prior decisions of

this court, it was of that class as to which there is barely any room for equiv-
alents. — U. S. v. North, 158 Fed. 818; 86 C. C. A. 78.

Ford v. Bancroft, 98 Fed. 309. Bradford v. Belknap, 105 Fed. 63. Distinguish-
ing Reece v. Globe, 61 Fed. 958.

ESTOPPLEL.

Corporations § 381 tion § 33; Amendment § 52; Assign~
Evidence of § 382 ment § 149; Attorneys § 178; De-
Interference Adjudication § 383 (see fenses § 315; Disclaimer § 339;
§ 580) ‘ Employer and Employee § 366;
Licensor or Former Owner § 384 Infringement §§ 509-13: Laches §
Owner of Patent or Licensee § 385 726; License § 754; Licensor and
Privity § 386 Licensee § 765; Pleading and Praclice
Miscellaneous § 387 § 788; Res Judicala § 893

See — Abandonment § 21; Adjudica~

§ 381. Corporations.

The T.H. Co. consolidated with the Edison General. Formerly the T. H.
Co. was in co-operation with the Sawyer Man Co. and was bound by various
contracts involving the Sawyer Man lamp patents. This was held out to be

an estoppel. — Edison Electric v. Sawyer-Man, 53 Fed. 592; 3 C. C. A. 60o.

Tt has been suggested, but manifestly cannot be true, that merely because
he is a stockholder in the cabinet company, the appellant may not deny the
validity of a patent owned by the company. — Antisdel ». Chicago, 89 Fed.
308; 32 C. C. A. 216.

The old company held a mere license from the owner of the patent. The
managing directors, in the absence of the owner of the patent, clearly gave
the representatives of the new company to understand that the patert in
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question was an asset of the old company. Held: Representations made by
the managing directors and principal owners of the old company, even though
they were more explicit than they are proved to have been, in his absence or
without his certain specific knowledge, could not create an estoppel in favor
of the new company as against him. — Standard v. Arrott, 135 Fed. 750;

68 C. C. A. 388.

§ 382. Evidence of.

It may be that questions were tkre involved and decided concerning other
claims of the patents and other parts of steam engines in steam pumps.
Ve do not know, and estoppels must be asserted. ~~ Union v. Battle Creek,

104 Fed. 337; 43 C. C. A. 560.

Where an estoppel is relied on, the facts upon which it is based must be
proved with particularity and precision, and nothing can be supplied by
inference or intendment. — Standard v». Arrott, 135 Fed. 750; 68 C. C. A.

388

§ 383. Interference Adjudication.

In the absence of proof that defendant was in privity with the applicant
whose patent was voided on interference with the patent in suit, the de-
fendant is not estopped to deny the validity of the patent in suit. — McCarty
v, Lehigh, 160 U. S. 110; 40 L. Ed. 358; 16 S. Ct. 240.

Russell ». Place, 94 U. 8. 606.

We do not think that petitioner was estopped from insisting upon his
application by proceeding with the interference. It would be pressing mere
order of procedure and the convenience of the Patent Office too far to give
them such result under the circumstances. — Steinmetz ». Allen, 192 U. S.

543; 48 L. Ed. 555; 24 S. Ct. 416. .

So far as respecte the Howe patent, and the machines made and used by
the defendant thereunder, it is clear that the decisions of the patent office
in favor of Howe have been acquiesced in by the complainant for such length
of time as to work an abandonment of any claim to the invention therein
involved. — Fassett v. Ewart, 62 Fed. 404; 10 C. C. A. 441.

Gandy v. Marble, 122 U. S. 432.

§ 384. Licensor or Former Owner.

One of the respondents below was the original patentee, and the title of
complainants is derived under assignments from him for a pecuniary con-
sideration, valuable in law, although said to be small. Consequently an
estoppel operates against him. The precise nature of this estoppel does not
seem to have been always clearly apprehended. It is, in effect, that, when
one has parted with a thing for a valuable consideration, he shall not, so
long as he retains the consideration, set up his own fraud, falsehood, error
or mistake to impair the value of what he has thus parted with. As applied
to the specifications of a patent, the vendor patentee is as much barred from
setting up that his allegations therein were merely erroneous as that they were
méfully false. — Babcock ». Clarkson, 63 Fed. 607; 11 C. C. A. 351.

turm v, Baker, 150 U. 8. 312; Brant ». Iron Co. 93 U. S. 326; Cro .
Smith, 26 Ch. Div. 700; I.. R. 10 App. Cas. 249; Hall ». Conder, 2 C. B(? Npgelégr
Chambers v, Crichley, 33 Beav. 374; DBrazee v. Schofield, 124 U. S. 495: Ball »
Ball, 58 Fed. 818; Clark v. Adie, L. R. 2 A p. Cas. 423; Trotman v. Wood, 16

B. N. §. 479; Crosthwaite ». S P ..
R.D.C. 309 rostawaite v. Steele, 6 R, P. C. 190; Ashworth ». Roberts, 9
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In a suit for infringement, brought against the assignor of a patent by
his assignee, the assignor is estopped from denying the validity of his patent,
We cannot say that the patent has been anticipated by prior structures, or
thag it és KOig for want of novelty or utility. — Martin v. Martin, 67 Fed. 786;
14 C. C. A. 642,

Babcock v. Clarkson, 63 Fed. 607 — 58 Fed. 581; Ball v. Ball, 58 Fed. 818:
Foulks v. Kamp, 3 Fed. 898; Onderdonk v. Fanning, 4 Fed. 148; Purifier o
Guilder, 9 Fed, 155; Curran v. Burdsall, 20 Fed. 835; Underwood v. Warren, 21
Fed. 573; Parker v. McKee, 24 Fed. 808; American v, Larraway, 28 Fed. 141:
Corbin v. Yale, 58 Fed. 563; Chambers v. Crichley, 33 Beav. 374; Hocking v,
Hocking, 4 Weon. Pat. Cas. 434; Walton ». Lavator, 20 L. J. C. P, 275.

Estoppel was claimed through patents not in suit, Held: Non constat that
patents which had not been brought to our attention, and not the one in
suit, furnish the basis of this alleged estoppel, if such an estoppel can be
maintained, -— Martin ». Martin, 67 Fed. 786; 14 C. C. A. 642.

Being a mere subordinate, he cannot. be enjoined, under the circumstances
of this case, unless his principles are also subject to injunction. Under the
rule in Belnap ». Schild, 161 U. 8. 10, he cannot be holden to account for

rofits; so there is no ground for equitahle jurisdiction against him severed
E'om the person who employed him. While a person occupying a subor-
dinate position, may be in privity with his principal, in the sense in <which
that word may properly be used in this connection, the reverse is not or-
dinarily true. — Boston v. Woodward, 82 Fed. 97; 27 C. C, A, 69.

The plaintiff contends that the defendant having granted the license to
them, for a valuable consideration, is estopped from denying that the patent
is valid, and we are of opinion that he is right in this. In a case recently de-
cided by this court, it was held that the patentee, after having transferred
his interest in the patent, was precluded from denying the validity thereof
to the same extent, and to the same extent only, that a third person would
be, subject to the limitations, however, that he could not allege the total
invalidity of the patent. The result being that he is still left at liberty to
show that, assuming the patent to be valid, it 18 nevertheless subject to the
limitations imposed thereon by the prior art. — Smith ». Ridgley, 103 Fed.
875; 43 C. C. A. 365.

Noonan v. Athletic, 99 Fed. 90; Mig. Co. v. Scharling, 100 Fed. 87.

The contention that the defendants are estopped from questioning their
(the patent’s) validity because of Ratican’s relation to them is untenable.
Whatever his original part interest in them or his personal conduct with
respect to them might have upon his present interests, as to which we
express no opinion, the rights of others are now involved in this case, and
their relation to Ratican is not so clearly shown as to warrant making any
orders affecting their rights on the assumption of identity with him. — St.
Louis v. Sanitary, 161 Fed. 725; 88 C. C. A. 585.

§ 385. Owner of Patent or Licensee.

The argument is that the United States ought not to be estopped, as
a licensee, to deny the validity of the patent because it is not a vendor, but
simply a user, of the patented article, and therefore has not enjoyed the
advantage of a practical monopoly, as a seller might have enjoyed it even if
the patent turned out to be bad. This distinction between sale and use,
even for a non-competitive purpose, does not impressus. So far as the practi-
cal advantage secured is matter for consideration, whether a thing made
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tent supposed to be valid is used or sold, it equally may be assumed
ltll?:?te rt?.lg) :hing W(?lll)ld not have been used or sold but for the license from the
patentee. — U. 8. . Harvey, 196 U. S. 310; 49 L. Ed. 492; 25 S. Ct. 240.

The validity of a patent cannot be disputed by one who undertakes to
justify under a license. — Platt v. Fire Extinguisher, 59 Fed. 897; 8 C. C. A.

357,
Kinsman v. Parkhurst, 18 How. 289; Brown v. Lapham, 27 Fed. 77.

The fact that for a time the defendant was a licensee of the patent in
suit, cannot, of course, estop the defendant from disputing its validity in
a suit for infringements charged to have taken place after the license was
withdrawn. Such a fact, in a doubtful case, might have considerable evi-
dential force as an admission of the validity of the patent by the licensee. —
Dueber v. Robbins, 75 Fed. 17; 21 C. C. A. 198.

The attempt to show by the testimony of the patentee that the patent
embraced something which he did not invent, and to restrict the patent to
his understanding of the scope of the invention, was unwarranted and im-

roper. Even if he had been a party to the suit, he could not have been
Eouud by a mistaken judgment which he might have been urged
to declare of the scope or character of the patent, and, as against
the assignee of his title, his testimony in that particular was wholly incom-
petent. — Elgin v. Creamery, 80 Fed. 293; 25 C. C. A. 426.

The question here is whether one who has been under a contract of agency,
determinable at will, to sell a patented article, if he discovers or concludes
that the patent is valid, may openly repudiate the agency, and, when sued
for subsequent acts of infringement, may plead the invalidity of the patent
as a defense. We know of no authority, and believe there is no sound reason,

to the contrary. — Antisdel v. Chicago, 89 Fed. 308; 32 C. C. A. 2186.

The defendants had held a license to the patented machines and had
marked the machines patented under the patent in suit. The license had
expired and the rights of defendants had ceased. Held: On questions of
utility and invention, facts of this class are sometimes persuasive as matters
of evidence but, as the respondents never did use complainant’s specific
form of feeder, to give these facts any substantial effect in supplementing
complainant’s case, would be merely reasoning within a circle. — Cushman ».

Goddard, 95 Fed. 664; 37 C. C. A. 221.

But this estoppel, for manifest reasons, does not prevent him from denying
infringement. To determine such an issue, it is admissible to show the
state of the art involved, that the court may see what the thing was which
was assigned, and thus determine the primary or secondary character of
the patent assigned, and the extent to which the doctrine of equivalents may
be invoked against the assignor. The court will not assume against an as-
signor, and in favor of his assignee, anything more than that the invention
presented a sufficient degree of utility and novelty to justify the issuance
of the patent assizned, and will apply to the patent the same rule of con-
struction, with this limitation, which would be applicalile between the pat-
entee and a stranger. — Noonan v. Chester, 99 Fed. 90; 39 C. C. A. 426.

Ba})cock v. Clarkson, 63 Fed. 607; Ball ». Ball, 58 Fed. 818: Cash Carrier v.

Martin, 67 Fed. 786; Chambers ». Crichley, 33 Beav. 374; Construction Co. v,
Stromberg, 66 Fed. 550; Clark ». Adie, 2 App. Cas. 423.

After the termination of a license, the parties are freed from any estoppel
resting upon them while in their former relation. The licensee may dispute
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the title or right of the former licensor to the same extent as a stranger might,.
The estoppel is raised for the protection of the interest which the assignop
or licensor professed to convey, and has no further office. — Stimpson v,
Stimpson, 104 Fed. 893; 44 C. C. A, 241,

Mig. Co. v. Robbins, 75 Fed. 17; Noonan v, Athletic, 99 Fed. 90; Smith o,
Ridgley, 103 Fed. 975.

Being himself the inventor and applicant for the patent, defendant,
under well settled principles, may not challenge its validity, and he does
not undertake to do so. — Piaget v. Headley, 108 Fed. 870; 48 C. C. A. 116,

A subsequent purchaser from a licensor and guarantor takes the patent
subject to all equities, but this does not Include any obligations of the as-
signor. ~— Bradferd v, Kisinger-Ison, 113 Fed. 811; 51 C. C. A. 483.

There is evidence to show that the Regent Co. had designed the alleged
infringing mirrors before employing Curry (one of the inventors of the patent
in suit), that Curry had no voice in deciding what should be manufactured,
and that his efforts were directed to organizing the factory so as to produce
better and cheaper what the Regent Co. had already determined upon.
On this showing there is basis for contending that the Regent Co. is not
involved in the estoppel against Curry. — Regent v. Penai, 121 Fed. 80:
57 C. C. A. 334.

Boston v. Woodward, 82 Fed. 97.

Being the assignor, he cannot be permitted to assail the validity of his
own patent. — Wold ». Thayer, 148 Fed. 227; 78 C. C, A. 350.

Siemens-Halske v. Duncan, 142 Fed. 157.

§ 386. DPrivity.

One who, for his own interests, assumes the defense of an action, is bound
by the judgment as if he had been a party thereof or in privity with the
defendant. But it must not be overlooked that the rule i3 subject to the
limitation that, in order that one not a party who has assumed the burden
of the defense of an action shall be bound by the judgment therein rendered,
his connection with the defense must be open and known to the opposite
party. Estoppels must be mutual. — Cramer v. Singer, 93 Fed. 635; 35
C. C. A, 508.

Herm. Estop. 157; 2 Black. Judgm. sec. 540; Freem. Judgm. 189; Aundrews

v. Pire Works, 76 Fed. 166; Lacroix . Lyons, 33 Fed. 437; Schroeder v, Lahr-
man, 26 Minn. 87; Ass’n v. Rogers, 42 Minn. 123; Allen v. Hall, 1 A. K. Marsh, 425.

The evidence before us tends strongly to show that the appellants were
privy in fact to the various proceedings involved in this litigation; but if
we were to assume that the present appellants were parties in a part of «
prior litigation, and that they conducted, controlled, and paid the expenses
of that in which they were not parties of record, we could not, in the present
aspect of the case accept such conditions as operating as a strict estoppel,
for the reason that the final decree in the earlier litigation was not entered
after this proceeding was instituted, and is not so pleaded as to strictly and
legally present the question of estoppel. — Bresnahan v. Tripp, 99 Fed. 280;
39 C. C. A. 508.

An estoppel must be mutual. If the defendants did not openly and avow-
edly, to the knowledge of complainants, undertake the defense of that suit,
the complainants would not have been estopped by the decree, if adverse



§ 8T ESTOPPEL 351

to them, in a subsequent suit against the defendants.— Lane ». Wells,
99 Fed. 286; 39 C. C. A. 928.

Herm. Estop. p. 157; Andrews v. Pipe Works, 76 Fed. 166; Cramer ». Mig.
Co. 93 Fed. 636.

Even if B. had been a party, formal admissions made in pleadings by
one party to a litigation are not sufficient to bi.nd him in another suit be-
tween different parties, involving the same subject-matter. — American v.
Phoenix, 113 Fed. 629; 51 C. C. A. 339.

Gramophone v. Gramophone, 107 Fed. 129.

The doctrine is well settled that one who for his own interest joins in the
defense of a suit to which he is not a party of record is as much concluded
by the judgment as if he had been a party thereto, provided his conduct
in that respect was open and avowed or otherwise well known to the oppo-
site party. An estoppel by decree exists, although the demand in the two
cases is not the same, whenever the question upon which the recovery in the
second case depends has been before decided, under like conditions, between
the same parties or those in privity with them. — Penfield v. Potts, 126 Fed.
475; 61 C. C. A. 371.

Lane v. Welds, 99 Fed. 286; Southern ». U. S. 168 U. S. 1.

§ 387. Miscellaneous.

No principle i3 better settled than that a party is not estopped by his
silence unless it has misled another to his hurt. — Railroad 2. DuBois, 79
U.S.47; 20 L. Ed. 265.

Hill ». Esplay, 31 Pa. 334.

When the inventor disclosed his invention which defendant did not know
was to be patented and defendant used same, he is not estopped by such use
to deny the validity of the patent subsequently obtained. — Leggett v.
Standard, 149 U. S. 287; 37 L. Ed. 737; 13 S. Ct. 902.

The fact that defendant had applied for a patent upon the device which he
subsequently infringed and failed does not estop him from denying the nov-
elty ofc the patent sued on, — Haughey v. Lee, 15) U. S. 282; 38 L. Ed. 162;
14 8. Ct. 331.

The same principle is applied to an inventor who makes his discovery
publie, looks on, and permits others to use it without objection or assertion
of a claim for a royalty. In such case he is held to abandon his inchoate
right to the exclusive use of his invention, to which a patent would have en-
titled him, had it been applied for before such use, — Gill v. U. S. 160 U. 8.
426; 40 L. Ed. 480; 16 S. Ct. 322.

Pennock ». Dialogue, 2 Pet. 1, 16.

It may well be doubted whether the pendency of a motion for a new trial

would interfere in any way with the operation of the judgement as an estoppel.
— Hubbell 2. U. S. 171 U. S. 203; 43 L. Ed. 136: 18 S. Ct. 828.

Harris v, Bernhart, 97 Cal. 546; Chase v. Jefferson, 1 Houst. 257; Young v.
Brehe, 19 Nev. 379.

. The issue of estoppel may be raised by the court although neither party
intended to raise it. — Woodward v, Boston, 63 Fed. 609; 11 C. C. A. 353.

It i3 said that the right to set up estoppel, was waived in various ways.
There was no waiver by the pleadings. The estoppel wou'd properly arise
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as a matter of rebuttal by complainant on the proofs, and not on the plead-
ings. The complainant might have anticipated the defense of invalidity by
inserting, in its bill, charges and an avoidance. DBut it was at its option tg
do so, and it lost no right by not availing itself of this option. Story Eq. P,
sec. 33. — Woodward v. Boston, 63 Fed. 609; 11 C. C. A. 353.

The defendant, while engaged in selling the patented article, had been
accustomed to represent to the public that the patent was valid. As against
him, that was better proof of the validity of the letters patent than any
ordinary evidence of public acquiescence could have been.— Antisdel .
Chicago, 98 Fed. 308; 32 C. C. A. 216.

The appellee contends for an estoppel by reason of a certain release that
was obtained from him by the said stockholder and another large stock-
holder, as a co-partnership just about the time of, or a few days after, the
organization of the defendant company. This release was for all past in-
fringements of the parties, in their own personal business, and could not in
any way affect the defendant corporation as an estoppel, even if the release
had not contained as its concluding paragraph, the following: “ It is under-
stood that it docs not in any way bind or affect the corporation known as
the N%wax'kf,ggring Mattress Company.” — Newark v. Ryan, 102 Fed. 693;
42 C. C. A. 59%4.

In the absence of an expressly proved fraud, there can be no estoppel
based upon acts or conduct of the party sought to be estopped, where such
conduct is as consistent with honest purpose or with absence of negligence,
as with their opposites. — Standard ». Arrott, 135 Fed. 750; 68 C. C. A. 388.

EVIDENCE.
Statutory Provisions § 388 Directions and Instructions § 402
Anticipation (see § 568) Facts — I'or Court § 403
Prior Art § 389 . Facts — For Jury § 404
Prior Patent or Publication § 390 Rules of § 405
Prior Use § 391 Miscellaneous Rules § 406
Rebuttal § 392 Objections and Exceptions § 407
Miscellaneous § 393 Parol § 408
Assignment § 394 (see § 149) Prima Facie § 409
Depositions § 395 Records and Documents § 410
Documentary § 396 Miscellaneous § 411
Exhibits § 397 See — Abandonment § 11; Anlicipa-
Expert § 398 tion §§ 71-77; Assignment §§ 158,
Infringement § 399 (see § 445) 171; Infringement §§ 487-96; Inven-
Invention — Fact of § 400 (see § tion §§ 620-38, O88; Judicial Notice
588) § 705; Priority § 809; Public Use
Law Actions (see § 733) § 850; Reopening Case § 891

Depositions § 401

§ 388. Statutory Provisions.
The Patent Act makes only the following special provisions:

Written or printed copies of any records, books, papers, or drawings
belonging to the Patent Office, and of letters patent authenticated by the
seal and certified by the Commissioner or Acting Commissioner thereof,
shall be evidence in all cases wherein the originals could be evidence; and
any person making application therefor, and pay.ng the fee required by law,
shall have certified copies thereof. — R. S. 892.
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Copies of the specifications and drawings of foreign letters patent certified
as provided In the preceding section, shall be prima facie evidence of the fact
of the granting of such letters patent, and of the daie and contents thereof.

—R. S. 893.

The printed copies of specifications and drawings of patents, which the
Commissioner of Putents is authorized to print for gratuitous distribution,
and to deposit in the capitols of the States and Territories, and in the clerk’s
offices of the district courts, shall, when certified by him and au-henticated
by the seal of his office, be received in all courts as evidence of all matters

therein contained. — R. 5. §94.

§ 389. Anticipation — Prior Art,
No notice was necessary to justify the admission of evidence to show
the state of the art. — Vance v. Campbell, 66 U. 8. 427; 17 L. Ed. 168.

Fvidence of the state of the art is admissible in actions at law under the
general issue without a special notice, and in equity cases without any
averment in the answer touching the subject. It consists of proof of what
was old and in gencral use at the time of the alleged invention. It is re-
ceived for these purposes and none other — to show what was then old, to
distinguish what was new, and to aid the court in the ~onstruction of the
patent. — Brown v. Piper, 91 U. 5. 37; 23 L. Ed. 200.

Proof of the state of the art is admissible in equity cases without any
averment in the answer touching the subject, and in actions at law without
notice. It consists of proof of what was old and in general use at the time
of the alleged invention and may be admitted to show what was the old, or
to distinguish what is new, or to aid the court in the construction of the pat-
ent. — Dunbar v. Meyers, 94 U. S. 187; 24 L. Id. 34.

Evidenre showing the state of the art to limit the construction of the
patent is competent under a general denial without special pleading. —
Zane v, Soffe, 110 U. 8. 200; 28 L. Ed. 119; 3 S. Ct. 562.

We have the material for ascertaining its meaning in that view, by means
of the evidence on that point contained in the record, which, although ob-
jected to on the ground that no prior use or knowledge of the invention
claimed has been specifically set up in the answer as a defense, was never-
theless admissible for the purpose of defining the limits of the grant in the
original patent and the scope of the invention described in the specification,
— Eachus ». Broomall, 115 U. S. 429; 29 L. Ed. 419; 6 S. Ct. 229,

Vance v. Campbell, 1 Black. 427; Brown v». Piper, 91 U. 8. 37.

Although the specification of the patent set forth the state of the art
sufficiently, the testimony of an expert was admissible, though unnecessary.
~ Kecaubert v. Appleton, 67 Fed. 917; 15 C. C. A. 73.

The defense of want of invention, including the right to introduc: evidence

of the prior art, is always open, and it is not necessary to set it ap in the
answer. — Baldwin v. Kresl, 76 Fed. 823; 22 C. C. A. 593.

. Richards v. Elevator Co. 158 U. 8. 299,

Ordinarily, prior patents can be offered in evidence, when not specially
pleaded, only for the purpose for which the appellee offers the patent to which
his motion refers; that is to say, only for the purpose of construing and



394 THE FIXED LAW OF PATENTS 38 390-391

limiting the claims of the patent without affecting their validity. — Parsons
v. Seelye, 100 Fed. 452; 40 C. C. A. 484.

Grier ». Wilt, 120 U. S. 412; Edmund Pat. 2 ed. 650.

That prior patents not presented to the circuit court and no explanatiyn

of them given will not be considered on appeal, see Scott v. Lazell, 160 Fed.
472; 87 C. C. A. 456.

§ 390. Anticipation — Prior Patent or Publication.

Ia tters patent, though not set up in the answer, may be received in evi-
dence to show the state of the art and to aid in the construction of the
plaintiff’s claim, though not to invalidate the claim on the ground of want
of novelty E’hen [:g.‘operly construed. — Grier v. Wilt, 120 U. S. 412; 30 L. Ld.
712; 7 5. Ct. 718.

Vance v. Campbell, 66 U. S. 427; Railroad v. Dubois, 79 U. S. 47; Brown v,
Piper, 91 U. 8. 37; Kachus v. Broomall, 115 U. S. 429.

The respondents cite over 40 patents alleged to either anticipate or narrow
the art. Our general observation as to theve is that the citation of so many
patents by the respondent in an infringement suit sometimes tends, as we
have several times said, not so much to weaken the complainant’s position
as to strengthen it, by showing that the trade had long and persistently
been seeking in vain for what the complainant finally accomplished. — For-
syth v. Garlock, 142 Fed. 461; 73 C. C. A, 577.

The defense (anticipation) is only suggested by injecting a large number
of prior patents into the record without any explanatory testimony. If an
examination of the prior art were necessary to the decision of the case, we
should not sustain the defense of anticipation upon such mere production

of patents for complicated combinations of machinery. — Bell . MacKinnon,
149 Fed. 205; 79 C. C. A. 163.

That a prior patent which fails to mention or disclose a use which it is
alleged to anticipate will not be held to possess such qualities to defeat a
subsequent patent of undoubted utility, see Lewis ». Premium, 163 Fed.
950; C. C. A.

Barbed Wire Pat. 143 U. S, 275; Deering v. Winona, 155 U. 8. 286.

The Zimmer publication must be given effect as an anticipation only to
the extent that it actually gave the public information of a process of filtra-
tion. It 1s not competent to read into such a publication information which
it does not give, or by expert opinion explain an otherwise uninforming
statement by evidenee of some apparatus or article not itself competent as
an anticipation. — Loew v». German-American, 164 Fed. 855.

I3adische v, Kalle, 104 Fed, 802,

§ 391. Anticipation — Prior Use.

The alleged prior use must be certain and the anticipating invention re-

duced to practice. But prior knowledge and use by a single person is suffi-
cient. — Coffin ». Ogden, 85 U. S. 120; 21 L. Ed. 821.

. %ayle; 33 Wilder, 10 How. 496; Reed v. Cutter, 1 Story, 590; Bedford ». Hunt,
MUs. .

The burden of proof of prior use is on the defendant. — Brown ». Guild,
g0 U. S. 181; 23 L. Ed. 161.



§§ 392-393 EVIDENCE 399

Under a general denial of the patentee’s priority of invention, evidence of

rior knowledge and use, taken without objection, is competent at the final

gearing on the question of the validity of the patent. — Zane v. Soffe, 110
U.S. 200; 28 L. Ed. 119; 3 S. Ct. 562.

Loom Co. v. Higgins, 105 U. §S. 580.

Testimony of prior use, produced after adjudication and unsifted by
cross-examination, is always to be accepted with caution. It must be most
clear and convineing to warrant what is substantially a reversal of an ad-
judication at a final hearing., — Consolidated ». Hays, 100 Fed. 984; 41

C. C. A. 142.

Such evidence, especially when 1t deals with experiments which resulted
only in some two or thrze specimens, which never left the shop, and were
seen years before by but a few persons, whn, ia giving their recollection of
dates, are unable to fix suc.. dates by refere..ce to some transaction whose
date is susceptible of definite proof, is rarely satisfactory. — Lein v. Myers,

105 Fed. 962; 45 C. C. A. 148.

That a mere accidental or fugitive occurrence is not sufficient in itself to
defeat a patent, see Edison v. Novelty, 167 Fed. 977; C. C. A.

§ 302. Anticipation — Rebuttal.

The defendant may at all times, under proper pleadings, resort to prior
use and the general history of the art to assail the validity of a patent or to
restrain its construction. The door is then opened to the plaintiff to resort
to the same kind of evidence in rebuttal; but he can never go beyond his

claim. — Keystone v. Phoenix, 95 U. 8. 274; 24 L. Ed. 344.

Where plaintiff had introduced evidence of want of novelty and defendant
had rebutted such evidence it was within the discretion of the court to refuse
to allow the plaintiff to introduce further evidence., — St. Paul ». Starling,
140 U. 8. 184; 35 L. Ed. 404; 11 S. Ct. S03.

After defendant had introduced in evidence earlier patents, it was proper
for plaintiff to show that prior to the date of any of them he had reduced
his invention to a working form. — St. Paul v. Starling, 140 U. S. 184; 35
L. Iid. 404; 11 8. Ct. 803.

Llizabeth », Nicholson, 97 U. 8. 126; Webster v. Higgins, 105 U. S. 580.

Evidence introduced on rebuttal to change the character and force of
the prima facie proofs comes too late to be of much weight. — Forgie v. Oil

Well Supp. Co. 58 Fed. 871; 7 C. C. A. 551.

§ 3903. Anticipation — Miscellaneous.

Witness was asked if defendant’s machine was like the model in evidence.
(bjected to on the ground that no notice had been given covering the model.
%Ejegggn overruled and sustained. — Evans ». Hittich, 7 Wheat. 453; 5 L.

'Th{: want of invention in a patent is a matter of defense unless the thing
for which a patent is claimed shows on its face that it is without invention.

— Hunt Bros. v, Cassidy, 53 Fed. 257; 3 C. C. A. 525.

Walk, Pat. sec. 599; Mahn v. Harwood, 112 U. S. 354; Hendy v. Iron Works,
127 U. 8. 370.
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It was stipulated that testimony in either one of two pending cases might
be used in the other. A patent, without pleading and without notice was
introduced in one case for other purposes, and was then set up in the other
case in anticipation. Neither pleading nor proof was made to bring it in.
Held: It was not the intention of the stipulation that a patent offered for
one purpose in one case could be used n the other case as an anticipa.ion,
without an amendment of the pleadings and without a scintilla of testimony
by which the complainant could be warned so as to offer seasonable testi-
mony in regard to the history and character of the alleged anticipation, before

the record reached the appellate court. — Vermont v. Gibson, 56 Fed. 143
5 C. C. A, 451,

§ 394. Assignment.

The appellee produced a license in its possession absolute on its face and
without any limitation or condition. The burden of proof is upon the appel-

lants to show that it was delivered as an escrow. — Mellon v, D. L. & W.
154 U. 5. 673; 26 L. Ed. 929; 14 8. Ct. 1194.

But it is the settled rule with respect to the construction of patents
that the prior state of the art is admissible in evidence “ to show what was
old, to distinguish what was new, and to aid the court in the construction
of a patent.” That this rule applies as between assignor and assignee has
beer. held by this court in two carcfully considered cases, — Ball ». Ball,
58 Fed. 818, and Babcock v. Clarkson, 63 I'ed. 607 — 58 I'ed. 581, — Martin ».
Martin, 67 Fed. 786; 14 C. C. A. 642.

Brown v. Piper, 91 U, S. 37; Eachus v. Broomall, 115 U. 8. 429; Grier v. Wilt,
120 U. S. 412.

§ 305. Depositions.

A deposition, though in improper form read in evidence without objection
and with acquiescence and consent cannot afterwards be objected to. —
Evansg ». Hittich, 7 Wheat. 453; 5 L. Ed. 496.

Statement: Complainant, on order under sec. 870 Code Civ. Pro. N. Y.
was examined under objection and exception. Certified to Supreme Court.
Held: That the order of the Circuit Court directing the president of de-
fendant to appear before a master or commissioner appointed pursuant to
the provisions of sees. 870 et sq. of the N. Y. Code of Civil Procedure was
invalid and not authorized under the act of Mar. 9, 1892, — flanks ». Inter-
national, 194 U. S, 303; 48 L. Ed. 989; 24 S. Ct. 700.

The courts of the United States are not given discretion to take depositions
not authorized by Federal law, but, in respect of depositions thereby au-
thorized to be taken, they may follow the Federal practice in the manner of
tuking or that provided by the state law. — Hanks ». International, 194 U. S.
303; 48 L. Iid. 989; 24 S, Ct. 700.

Note: Holding the taking of depositions before trial under N. Y. Code
to be bad. Citing cases holding all sorts of ways.

§ 396. Documentary.
These objections to prcof of records were not urged in the court belows

and by well settled principles of practice applicable to appellate courts they

cannot, be raised here in the first instance., — Paine v. Trask, 56 Fed. 233;
O C. C. A. 497.

Wasatch v, Crescent, 148 1. 8. 293; Rules Supreme Court, No. 13.
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At the hearing in this court, the appellee claimed that this certified copy
has probative force of itspli: and makes out & prima, facie case of an assign-
ment. He cited, as sustaining this proposition, Lee v. Blandy, 1 Bond, 361.
He might also have cited Brooks v. Jenking, 3 McLean, 432; Parker ». Ha-
worth, 4 Fed. 370; Dederick v. Agricultural Co. 26 Fed. 763; and Rob. Pat.
sec. 1040, Walker on Pat. (2 ed. sec. 495) referring to these decisions says
that they have been generally acquiesced in for 20 years, and that few rules
of patent law have been more frqquently made the basis of action by counsel
and by courts than the one which they apparently sustain. The author,
however, adds “ but 1t hardly seems justified by statute upon which it is
based and may even yet be overthrown by the Supreme Court.”

R. S. 892, which provides for certified copies from the patent office, relates
only to records, books, papers or drawings, ‘“ belonging to ”’ that office,
and letters patent. If the law required the original assignments to remain
on file, and that certified copies should be given of them, a different principle
would be involved; but the only thing in this case  belonging to”” the patent
office, is the record, which is itself only secondary evidence. No provision is
made for authentication of the genuineness of the instrument to be recorded,
as frequent in laws providing for registry, but a forged assignment may be
recorded equally with a genuine one. Neither is there any method given
by the law, by which any person prejudiced by the registry in the patent
office of a spurious instrument, can purge the records. Neither does this
registry have the moral protection presumably given to local county and
township records through local publicity and notoriety., The proposition
as made by the appellee, is independent of the support which sometimes
comes from the fact that one party or the other to an alleged instrument
has continued openly to act under it, or from the credibility given to ancient
papers and records; but it stands as a universal unqualified claim, with
reference to all copies of assignments certified from the patent office records.

It is not, however, necessary that we should determine this point, and we
refer to it only for the purpose of making it understood that we cannot
acquléscﬁ in 1t without furtner consideration. — Paine v. Trask, 56 Fed. 233;
5C. C. A. 497.

Charges were presented against the examiner who passed the application
and against the solicitor, asking for the dismissal of the one and the disbar-
ment of the other. Upon these charges the commissioner made a written
decision. The charges and the decision were offered by the complainants,
and were properly objected to as irrelevant. These proccedings were res
Inter alios actae, and were of no value in this case. — Ecaubert v. Appleton,
67 Fed. 917; 15 C. C. A. 73.

The opinion of the commissioner of patents was properly rejected as irrele-
vant. The record of the judgement or decree wou'd have been admissible,
but the opinion of the commissioner was not a decree, and was not the find-
Ing of facts which a court is frequently called upon to make. — Ecaubert v.
Appleton, 67 Fed. 937: 15 C. C. A. 73.

Buckingham’s Appeal, 60 Conn. 143.

The printed copy of the testimony in the interference proceedings hefore
ti.: patent office was properly rejected upon the grounds of irrelevancy. This
Sult 1s an independent one, although between the same parties as in the

ggtent office proceeding. — Ecaubert v. Appleton, 67 Fed. 917; 15 C. C. A.

That uncertified copies of U. S. letters patent introduced in evidence
and not objected to at the proper time are good evidence as to dates, such
as the date of invention, see Drewson v. Hartje, 131 Fed. 734; 65 C. C. A. 548.
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Worley v. Tobacco, 104 U. 8, 340; Roemer v. Simon, 95 U. 8. 214; Loom Co, y.
Higgins, 105 U, S. 580.

§ 397. Exhibits,

Where an alleged prior invention is introduced as an exhibit and accepted
by the examiner it is in evidence; and if improper should have been stricken
out on motion before the court below. — Clark v, Willimantie, 140 U. 8. 481
35 L. Ed. 521; 11 S. Ct. 846.

Hoskin v. Fisher, 125 U. 8. 217.

If, against the earnest protest of their opponent, they availed themselves
of a technicality to prevent a consideration by the court of a patent which
they claimed will disclose want of novelty in the invention of the patent in
suit, they cannot complain if the court declines to accept their unsupported
assertion of the character of that patent. — Red Jacket v. Davis, 82 Fed.
432; 27 C. C. A. 204.

The court certainly has the unquestioned right to draw its own conclusions
from an exhibition and inspection of the respective machines, or models
thereof, as well from the opinion of expert witnesses. It is not bound to

accept such testimony as conclusive. — Overweight v. Improved, 94 Fed. 155;
36 C. C. A, 125.

The Conqueror, 166 U, S. 111.

Nole: As an illustration of the manner in which such a rule, if it were a rule,
would utterly fail, suppose that the court had before it a Tesla motor, alleged
to be of the polyphase type, and the court should attempt to pass upon the
value of that exhibit regardless of the expert testimony essential to determine
whether it was a motor of the polyphase type or multiphase or lagphase, or
any other of the numerous forms of phase winding which would be abso-
lutely indistinguishable to the naked eye.

The publication was put in evidence by the defendant himself. He may,
ideed, have intended to use it for another purpose, but the publication was

in the case as evidence for every legitimate purpose. — Maurer v. Dickerson,
113 Fed. 870; 51 C, C. A, 494.

Certain patents were printed and indexed in the record and were referred
to on the argument. On rehearing it was objected that these patents were
not “ offered in evidence.” Held: In view of these circumstances, the ob-
jection made at this late day, that the examiner did not formally mark it in
evidence as an exhibit, is one not calculated to commend itself to an appel-

lute court. — Smyth v. Sheridan, 149 Fed. 208; 79 C. C. A. 166.

§ 308. Expert.

Experts may be examined as to the meaning of terms of art on the prin-
ciple of “ curque 1n suo arte credendum,” but not as to the construction of
written instruments. — Corning v. Burden, 15 How. 252; 14 L. Ed. 683.

Experts may be examined to explain terms of art, and the state of the
art, at any given time. They may explain to the court and jury the machines,
models or drawings exhibited. They may point out the difference or identity
of the mechanical devices involved in their construction. The maxim of
cuique in suo arle credendum permits them to be examined to questions of art
or science peculiar to their trade or profession; hut professors or mechanices
cannot bhe received to prove to the court or jury what is the proper or legal
construction of any instrument of writing. A judge may obtain information
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from them, if he desire it, on matters which he does not clearly comprehend,
but cannot be compelled to receive their opinions as matter of evidence. —
Winans v. New York & Erie, 21 How. 88; 16 L. Ed. 68.

It cannot be expected that the court will possess the requisite knowledge
for this purpose, and when necessary it should avail itself of the light neces-
sary by evidence. — Loom Co. v. Higgins, 105 U. S. 580; 26 L. Ed. 1177.

Where an expert has merely made experiments for the purposes of the
litigation and from such experiments testifies that the results attained by
defendant could be attained only by plaintifi’s process; and his evidence is
rcbutted by an experienced expert who establishes the fact that the results
had been attained by more than one process to his knowledge, although
he does not testify by what process defendant did attain such results, such
evidence is sufficient to rebut the negative testimony of complainant’s

expert. — Béné v. Jeantet, 129 U. S. 683; 32 L. Ed. 803; 9 S. Ct. 428.

It would seem that the Supreme Court would disregard the opinions of
eminent chemists where such chemists had found a degree of difference
in the processes to warrant them in holding the new process to be novel.
Such seems to be the position assumed by Justice Blatenford in the case of
Commercial v. Fairbank, 135 U. 8. 176; 34 L. Ed. 88; 10 S. Ct. 972.

Expert testimony 1s admissible to explain the several drawings, models
and machines that are exhibited upon the trial, their operation, purpose and
effect, and the differences which exist in the various devices involved in their
construction. The opinion of an expert is, in certain cases, admissible in
evidence, but itis not conclusive upon the courts. It is to be considered asthe
judgment and opinion of a person who has had extensive practice, education
and knowledge in relation to the particular subject upon which his testi-
mony is given. If tha reasons given by the expert witness are deemed reason-
able and satisfactory, the court may adopt them, but, if they are unsatis-
fuctory, the court will discard the testimony and act upon its own knowledge
and judgment. — Norton v. Jensen, 49 Fed. 859; 1 C. C. A. 452.

To sustain the defense of want of novelty the defendants have set up in
their answer, and offered in evidence, a large number of patents prior in
date to those of the complainant. In the absence of any expert testimony
to explain these patents, or indicate what they contain tending to negative
the novelty of the complainant’s patent, we do not feel called upon to examine
them. There may be cases in which the character of the invention has so
little complexity that such expert testimony is not necessary to sid the court
in understanding whether «me patent, or several patents considered together,
deseribe the devices or combination of devices which are the subject matter
of a subsequent patent; but this is not one of them. — Waterman ». Shipman,
55 Fed. 982; 5 C. C. A. 371.

Scientific expert evidence is not wholly reliable when not subjected to the
search light of intelligent cross-examination. — Standard Elevator Co. .

Crane, 56 Fed. 718; 6 C. C. A. 100.

If a valuable patent might be overthrown by the testimony of an expert
without careful inquiry into and virtual demonstration of its correctness,
the rights of patentees would rest upon the testimony of such witnesses rather
Ehag t.Re %Eggement of the court.— National v. Belcher, 71 Fed. 876; 18

. . ’ §ehe
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In these expressions (determining what was novel) the expert, as is too
common in the tuking of evidence of that class, goes beyond the province
of an expert and into the province of counsel or the court.-— Osgood .
Metropolitan, 75 Fed. 670; 21 C. C. A. 491,

No detailed analysis of the specifications is made by any of them, The
testimony consists of little more than bare opinions. They give no reasons

for their conclusions. — Hanifen v. Godshalk, 84 Fed. 649; 28 C. C. A. 507.

The testimony of a capable and conscientious expert, in a case which
admits of his employment cannot but be at once helpful to the court and
creditable to the witness; but it is a sorry situation for the display either of
skill or candor when, not to hurt the cause he was employed to promote, the
expert must suppress his opinions upon all matters of controlling significance,
and restrict his testimony to the pointing out of superficial and obvious
distinctions of structural forms that involve no conceivable differences
of function or operation, — a task of mere drudgery, which a common me-
chanie, accustomed to work by lines laid down for him by another, could
perform quite as well. — Chuse v. Ide, 89 Fed. 491; 32 C. C. A. 260.

The value of expert testimony generally depends upon the facts stated, as

a reason for their opinions and conclusions. — Overweight v. Improved, 94
Fed. 155; 36 C. C. A. 125,

Green v. Terwilliger, 56 Fed. 384; 1 Tay. Ev. sec. 58.

That in the absence of expert or scientific explanation of a physical dis-
tinction in operation urged upon the argument, the court will not consider
such argument, see Dececo v. Gilchrist, 125 Fed. 293; 60 C. C. A. 207.

We do not question the rule which permits a complainant to introduce a
patent whose mechanical details are sitnple, and where the issue of infringe-
ment is sharply defined, without burdening the court with useless expert
testimony. But this rule has no application to a case like this, where the
operative construction embodies only a portion of the two patents in suit;
where material and difficult questions of form, of operation, and of equiva-
leney of function are involved; where the validity of a reissue is challenged
on the ground that the reissued patent is for a different invention; and where
the 39 claims of one of the patents are projected before the court without
any attempt to analyze them, or read them upon defendant’s patent or
commercial machine. — fay ». Mason, 127 Fed. 325; 62 C. C. A. 159.

Waterman v». Shipman, 55 Fed. 982.

Weare aided in the examination of this question by the evidence of experts,
but their opinions are not conclusive. We must form our own opinion, based
on all the evidence. — American v. American, 128 Fed. 709; 63 C. C. A. 307.

Hardwick ». Masland, 71 Fed. 887.

Unhappily we cannot accept without reservation the opinions of the
experts who have been examined as witnesses, for they are necessarily
partisans of the side calling them, and essentially advocates, and their
opinions are contradictory, and tend to perplex, instead of elucidating, al-
though they appear to be gentlemen of great ability and deserved eminence.
— Idesl v. Crown, 131 Fed. 244; 65 C. C. A. 436.

The Segrist patents were not discussed or explained by either counsel on
the s~rument, no model was produced. In these circumstances we are not
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disposed to critically discuss the Segrist patents.-— Greene v. Buckley, 135
Fed. 520; 68 C. C. A. 70.

The admission of an expert witness, is, of course, entitled to weight in
the interpretation of technical terms employed In o patent. But the court
is not necessarily concluded by such interpretation when other satisfactory
evidence is available. — Panzl v. Battle Island, 138 Fed. 48; 70 C. C. A. 474.

Defendant’s expert claims that this difference of operation is material.
But the fact that the defendant commercially manufactures and sells saw-
sets with this construction indicates that the difference is theoretical rather
than practical. — Morrill ». Hardware, 142 Fed. 756; 74 C. C. A. 18.

The defendant undertook to prove that the Blandfield and Andrews
supporters (the alleged anticipation) were the embodiment . of perfection;
the complainant that they were the emboediment of stupidity; and, as gen-
erally happens, both succeeded. — Parramore v, Siegel-Cooper, 143 Fed. 516;-

74 C. C. A. 386.

When once familiarity with the nomenclature and the elementary features
of the art is acquired, the character and function:; of the respective structures
are found to be clearly displayed therein (in the patents). Indeed they are
far more llluminative than some of the so-called “ simplified diagrammatic
drawings ” which have been put in evidence. If the expert who is ecalled to
testify in such causes would only appreciate that he is not addressing elec-
trical engincers, but laymen, and if, when undertaking to describe what some
particular patent showed to a man skilled in the art, he would take the speci-
fications and drawings of the patent as his text, instead of some conventional
paraphrase of his own devising with its lettering entirely changed, he would
materially lighten the labor of the court. — Western ». Rochester, 145 Fed.

41: 75 C. C. A. 313.

We note that more than two thirds of the nearly 1000 pages in thisrecord are
taken up by the testimony of expert witnesses, of whom there were 11 or 12,
arrayed in about equal numbers on the opposite sides, and the reading of it
has imposed upon the court a needless burden. As a contest between gentle-
men learned in the science of the subject, it might be interesting if one had
leisure, though it seems sometimes to run into very attenuated points. This
prolixity scems not so much the fault of the witnesses as a mistake of the
counsel. It is not the provinece of witnesses to advocate the cause of the
party who calls him, nor to pass upon the questions of law or facts presented
by the controversy. Frequently an expert witness may be of much aid to the
court In explaining matters which can only be appreciated and understood
by learning higher than the ordinary ; but his province is to instruct and not
to decide; and even the instruction is of uncertain value when it is colored
from standing in the place of the partisan for one of the parties. Usually
the testimony of one competent witness on each side is enough to insure a
full and fair elucidation of what is recondite in the case. The voice of a
single teacher is worth more than a confusion of many tongues. And the

expense is worse than useless. — American 7. Cleveland, 158 Fed. 978; 86
C.C. A. 182

§ 300. Infringement.

The five averments must all be established. — Cammeyer ». Newton, 04
U.S.225: 24 L. 1d. 72.
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Where denial of infringement is made in the answer under oath, infringe-
ment must be shown by satisfactory proof. — Lehigh v. Mellon, 104 U, S,
112; 26 L. Ed. 639.

The burden of proof of infringement is upon the complainant. — Price v,
Kelly, 154 U. 8. 669; 26 L. Ed. 634; 14 5. Ct. 1208,

In a suit at law where evidence was taken and the question of infringement
was determined this court will not review the evidence as if it were a suit
in equity. — St. Paul ». Starling, 140 U, S. 184; 35 L. Ed. 404; 11 S. Ct. 803.

§ 400. Invention — Fact of.

The question is now well settled, that the question whether the alleged
improvement is or is not patentable, 1s, in an equity suit, a question for the
court. — Dunbar v, Meyers, 94 U. S. 187; 24 L. Ed. 34.

We have now to allude to a most important factor in determining the weight
of evidence, a factor which seems to us to have been overlooked by the learned
judge of the court below. It is, that the burden of proof is on the one who
disputes it, to repel the presumption of originality arising from the patent.
This is a well established rule of evidence, and is the result of long judicial
experience in considering the foundations of belief. In a case like the pres-
ent, it s not a mere balancing of the weight of testimony on one side or the
other, but it is a requirement that this presumption of originality of invention

must be overcome by proof which fully satisfies the mind respecting the fact.
— Keasbey v. American, 143 Fed. 490; 74 C. C. A. 510.

When the question (whether he knew of the fact of the application of one of
the defendants for a patent) was again asked him on cross-examination, he
answered, ““ To the best of my knowledge and recollection, he never did! ”

This will not do as an answer to the unequivocal testimony of the defendant
inventor. — Keasbey v. American, 143 Fed. 490; 74 C. C. A. 510.

§ 401. Law Actions — Depositions.

The Massachusetts interrogatories are sought as a ‘ mode of proof in
triuls at law.” The answers to them are not oral testimony, and therefore,
to be admitted must be brought within the exceptions specified ir the Re-
vised Statutes. They are not a deposition taken under the circumstances
in which it is permitted to take a deposition, by sections 863 and 865 of the
Revised Statutes, and, like the New York examinaticn, the Massachusetts
interrogatories violate common usage by seeking to call the party in advance
of the trial at law, and to ‘ subject him to all the skill of opposing counsel to
exact something which he may use then or not as suits his purpose.”
As the Massachusetts interrogatories fall neither within the rule of section
861 nor within the exceptions allowed by the following section, and as that
rule and those exceptions provide an exclusive mode of proof in trials at
law in the federal courts, it would seem that the interrogatories are inad-

missible here. — National v. Leland, 94 Fed. 502; 37 C. C. A. 372.
Railway ». Botsford, 141 U. S. 250; ex parte Fisk, 113 U, S, 713.

It is further contended by the plaintiff that the interrogatories in question
are admissible as a statutory substitute for a bill of discovery in aid of
an action at law, and are thus brought within the provision of section 914
of the Revised Statutes. This view of the Massachusetts interrogatories
was taken by the circuit court for this district in Bryant v. Leyland, 6 Fed.
125. We think the contention unsound. The Supreme Court has constantly
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maintained the distinction between the system of law and equity, and has
refused to adopt into the practice of the federal courts any part of the prac-
tice of the state courts which confound_s the two systems. Moreover, the
provisions of section 914 apply only to suits at law in the federal courts, and,
in the absence of express language, can hardly be intended to introduce into
the practice and procedure of such suits statutory procedure which is in its
nature plainly equitable. We find, therefore, that it has been decided by the
Supreme Court that, if the statutory interrogatories are to be treated as laying
the foundation for a deposition, they are inadmissible in federal practice,
because & deposition 1s not authorized to be taken in such a case by the stat-
utes of the United States; that an examination authorized by state statutes
has been excluded on this ground when such examination though not alto-
gether similar, was yet in most respects similar to the interrogatories in the
case at bar, the grounds for the exclusion, as stated by the Supreme Court,
being largely applicable to the interrogatories in this case. We find, further-
more, that, if these interrogatories are to be treated, not as questions put to
a deponent, but as a statutory substitute for a bill of discovery, they are
excluded as an encroachment upon that control of equity procedure which
belongs to the federal courts except when regulated in express terms by an
act of congress. — National ». Leland, 94 Fed. 502; 37 C. C. A. 372.

The plaintiff further contends that, even if the statutory interrogatories be
treated as the taking of an ordinary deposition, and hence forbidden by sec-
tion 861, yet they are permitted by chapter 14 of the Act of 1892 (27 Stat. 7),
which permits the taking of depositions in the mode deseribed by the laws
of the state in which the courts are held. This position seems to us plainly
untenable. The act of 1892, as stated by the learned judge in the circuit
court, was intended only “ to simplify the practice of taking depositions
by providing that the mode of taking in instances authorized by the federal
laws might conform to the mode preseribed by the laws of the state in which
federal courts were held,” and not “ to authorize the taking of depositions
in instances not heretofore authorized by the federal statutes, and to confer
additional rights to obtain proofs by interrogatories addressed to the adverse
party in actions at law.” For these reasons the exception to the refusal of
the judge of the circuit court to default the defendants must be overruled. —
National v, Leland, 94 Fed. 502; 37 C. C. A, 372.

§ 492. Law Actions — Directions and Instructions.

The judgement entered on the verdict rendered in favor of the defendants,
in pursuance of the direction of the court, can be maintained only on the
ground, cither that the legal identity of the furnace described by Karsten
with that covered by plaintiff’s patent was manifest as a matter of law, or
that it was established as a matter of fact so conclusively by the evidence
that a verdict the othier way could not be supported, within the rule as stated
in Randall v. Baltimore, 109 U. 8. 878. — Keyes ». Grant, 118 U. 8. 25: 30
L. Ed. 54; 6 S. Ct. 974.

It is not error to refuse to instruct as to an abstrdct question, and in-
structions should never be given upon hypothetical statements of fact, of
which there is no evidence. — Haines v. McLaughlin, 135 U. S. 584; 22
L. Ed. 241; 10 S. Ct. 876.

§ 403. Law Actions — Facts — For Court.

So far as concerns what is for the court and what is for the jury, there is no
essential distinetion between patents for inventions and other instruments.
Primarily the construction of all of them is for the court. — Del.oria v.
Whitney, 63 Fed. 611; 11 C. C. A. 355.
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§ 404. Law Actions — Facts — For Jury.

In law actions the question of infringement is a question of fact for the
jury. — Turrill v. R. R., 68 U. S. 491; 17 L. Ed. 668.

It is said properly, whether one compound of given proportions is substan.
tially the same as another compound varying in the proportions — whether
they are substantially the same or substantially different —is a question
of fact and for the jury. — Tyler v. Boston, 74 U. S. 327; 19 L. Ed. 93.

Questions of fact must be submitted to the jury if there is so much resem-
Blaicentzls raises the question at all. — Tucker v. Spalding, 80 U. S, 453;
0 L. kud. 515.

This court has no more right than the court below to have decided that
the one patent covered the invention of the other or that it did not. — Tucker
v. Spalding, 80 U. S. 453; 20 L. Ed. 515.

A pure question of fact is for the jury in an action at law, and it is error
to take it away. — Burdell v. Denig, 92 U. 8. 716; 23 L. Ed. 764.

All questions of fact are exclusively for the jury to decide. The court does
not decide nor instruet you whether any device was or was not an antici-
pation of plaintifi’s patent. The question of anticipation is purely a ques-
tion of fact and is exclusively for the jury to determine. — Haines v. Me-
Laughlin, 135 U. 8. 584; 22 L. Ed. 241; 10 S. Ct. 876.

This court has had occasion more than once, to reverse the trial courts
for taking away from the jury the question of infringement, which they have
sometimes done by rejecting evidence of earlier patents offered to show
anticipation, and sometimes by a peremptory instruction that a patent relied
on by the defense was or was not infringement of plaintiff's patent. — Coupe
v. Rover, 155 U. 8. 565; 39 L. Ed. 263; 15 8. Ct. 199.

Tucker v. Spalding, 80 U. 8. 453; Bischoff v. Wethered, 76 U. S. 815; Keyes v.
Grant, 118 U. S. 36; Royer v. Schultz, 135 U. 8. 319.

There was no question to go to the jury in this case (the court having de-
termined want of novelty) and the court should have directed a verdict. —
Black Diamond ». Excelsior, 156 U. S. 611; 39 L. Ed. §53; 15 8. Ct. 482.

This is a question of fact, and in a lJaw case should be submitted to the

jury under proper instructions, as to the law applicable to the same. —
Hunt Bros. v. Cassidy, 53 Fed. 257; 3 C. C, A. 525.

When there is any evidence whatever to go to the jury upon an issue of fact,
the refusal of the court to instruct the jury to return a verdict for the de-
fendant is not reviewable in this court. There is nothing in the casc before
the court to make it an exception to the rule. — Singer Mfg. Co. v. Brill, 54
Fed. 380; 4 C. C. A, 374.

Explaining : Heald ». Rice, 104 U. S. 737; Lumber Co. v. Rodgers, 112
U. 8. 659; Fond Du Lac ». May, 137 U. S. 395.

Under the issue and evidence, it was for the jury to decide whether the
defendant had been licensed to use the patented appliances, and whether
the defendant was charged with notice of the patent. ~— Houston v, Stern,
74 Fed. 636; 20 C. C. A. 636.
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he question of novelty is a question of fact for the jury, or, when a jury
is :I':'sli?v(cled, is n question of fact to be decided by the court. — American 2.
Bullivant, 117 Fed. 2553; 54 C.C. A. 287.
Westlake v. Carter, 6 Fish. P. C. 519; Battin v. Taggart, 17 How. 74.

The question of invention is one of fact, and after examining the testimony
we are of opinion that there was sufficient evidence to warrant its submission
to the jury. The jury having found for the plaintiffs, the verdict should
not be disturbed. — Willis v. Miller, 121 Fed. 985; 58 C. C. A. 286.

§ 405. Law Actions — Rules of.

Except as otherwise prescribed by the laws of the United States, state laws
governing the admissibility of evidence obtain at common law. — Vance ».

Campbell, 66 U. S. 427; 17 L. kd. 168.

§ 406, Law Actions — Miscellaneous Rules.

This contention (want of novelty and non-infringement) in each of its
branches, presents a mixed question of law and of fact. — Graham v. Earl,
02 Fed. 155; 34 C. C. A, 267.

1 Rob. Pat. 272: California v. Molitor, 113 U. 8. 609.

That a patent not pleaded, may be introduced in evidence in a law action,
not for the purpose of proving anticipation, but for the purpose of showing
the prior art to enable the court to construe the claim, may be so employed,
see Overweight v. Improved, 94 Fed. 155; 36 C. C. A. 125.

On objection by the defendant, the learned judge below held that the .
witness might deseribe the results of the omission of the connecting mecha-
nism, but ecould not be permitted to call that omission a “ fatal fault,” as the
word “ fatal ”’ contained an inference which went beyond the province of

an expert. — National v. Leland, 94 Fed. 502; 37 C. C. A. 372.

That where the mechanism is such that it is difficult for an ordinary
person to understand it, an expert may testify as to what are and what are
not equivalents, see National v. Lelana, 94 Fed. 502; 37 C. C. A. 372.
81(;‘urt. Pat. 489; Ikeves v. Grant, 118 U. S. 25; Bischoff v. Wethered, 9 Wall.

As the plaintiff claimed that the corporations were mere devices to pro-
teet the individual defendants, evidence showing that the defendants were
acting in good faith, was admissible. — National v. Leland, 94 Fed. 502; 37
C. C. A, 372.

§ 407. Objections and Exceptions.

An objection to the examination of a witness should state specifically
the grounds of the objection, in order that the opposite party may have the
opportunity of removing it if possible. — Woodbury v. Keith, 101 U. S. 479;

20 L. I.d. 939,

Anson and Cole were both examined and testified, without any objection
to their competency because of want of notice. Hence it is too late to object

to their testimony now. “iad objection been taken at the time, the answer

gai'{;;':ht have been amended. — Woodbury v. Keith, 101 U. S. 479; 25 L. Ed.

(‘:r:_thnm r. Mason, 5 Fish. P. C. 6; Brown ». Hall, 3 Fish. P. C. 531; Phillips
(o Paige, 24 How. 164: Roemer v. Simon. 95 U. S. 214.
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Plaintiff waived the exception to the refusal of this court to instruct
the jury to find for defendant by proceeding with the cause and inter-
locutory evidence. — Hunt Bros. v. Cassidy, 53 Fed. 257; 3 C. C. A. 525,

Railway v, Cummings, 106 U. 8. 700; Insurance Co. ». Crandal, 120 U. 8. 527;
Robertson v. Perkins, 129 U. S. 236.

Inasmuch as the respondent did rot make specific and clear objections
at the time it should have made them, if it is intended to rely thereon, we give
no weight to the general objection interpesed at the close of the testimony of
the witness, in the following language: “ Testimony objected to, in whole
and in part, as incompetent and insufficient on the issue of priority of inven-
tion.” In no view of the rules relating to objections with reference to testi-
mony produced in federal courts can one so sweeping as this have effect,
unless it is apparent that the facts intended to be proved in whatever form
produced, could have no weight. — Westinghouse v. Stanley, 133 Fed. 167;
68 C. C. A. 923.

§ 408. Parol.

Parol evidence and documentary evidence are admissible to establish
the statutory defenses. — Bates v. Coe, 98 U. 8. 31; 25 L. Ed. 68.

Oral evidence of anticipation must be regarded witn grave doubt. The -
burden of proof rests upon the defendant and every reasonable doubt should
be iesolved ggain:st him. —Washburn ». Beat Em All, 143 U. 8. 275; 36 L. Ed.
154; 12 S. Ct. 443.

Coffin v. Ogden, 85 U. 8. 120.

Oral testimony, unsupported by patents or exhibits, tending to show prior
use of a device regularly patented is, in the nature of the case, open to grave
suspicion. — Deering v. Winona, 155 U. S. 286; 39 L. Ed. 153; 15 8. Ct. 118,

Washburn ». Beat Em All, 143 U. S, 275.

Granting the witnesses be of the highest character, and never so conscien-
tious in their desire to tell only the truth, the possibility of their being mis-
taken as to the exact device, which though bearing a general resemblance to
the one patented may differ from it in the very particular which makes it
patentable, are such as to render oral testimony particularly untrustworthy;
particularly so if the testimony be taken after the lapse of years from the
time the antic’pating device was used. If there be added to this a personal
bias, or an incentive to color the testimony in the interest of the party calling
the witness, to say nothing of downright perjury, its value is, of cuurse, still
more seriously impaired. This case is an apt illustration of the wisdom of the
rule requiring such anticipations to be proven by evidence so cogent as to
leave no reasonable doubt in the mind of the court, that the transaction

occurred substantially as stated. — Deering ». Winona, 155 U. 5. 286; 39
L. Ed. 153; 15 8. Ct. 118.

That no two of these witnesses testify as to the same plate, and that none
of these old plates are produced, is urged as ground upon which we should
hold the anticipation not proven. We are not unmindful of the liability
to mistake in oral evidence of anticipation, and of the rule which requires
that the evidence relied upon to overthrow the presumption of novelty should
be of the most cogent character. Deering v. Winona, 155 U. 8. 286; American
v. Weston, 59 Fed. 147. Nevertheless we cannot escape the conviction that
this method of making door name-plates is established as convincingly as
any such fact can be established where the original article is not produced.
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So far as we can see, the witnesses are without bias or incentive to color their
evidence. The probability of mistake is reduced to a minimum by the very
simple character of the subject about which they testify. The case is there-
fore quite exceptional, and, if the evidence does in fact produce conviction
beyond all reasonable doubt, we are unadvised of any rule which denies to
it iezal effect in any class of cases, criminal or civil. — Rodwell v. Tuchfarber,

127 Fed. 138; 62 C. C. A, 252.

The unsatisfactory character of testimony depending upon the unaided
recollection of witnesses of events occurring years previous render courts
loth to destroy a patent upon testimony so unreliable. -—— United v. Beattie,

149 Fed. 736; 79 C. C. A. 442,

§ 409. Prima Facie.

The patent is prima facie proof of invention, — Marsh ». Seymour, 97 U. S.
34S: 24 L. Ed. 963.

Plaintiff introduced his patent in evidence. This was prima facie proof
of the validity of his patent. — Hunt Bros. ». Cassidy, 53 Fed. 257; 3 C. C. A.
535.

Mitchell v. Tilehman, 19 Wall. 300; Walk. Pat. Sec. 491; Blanchard ». Put~-
nam, 8 Wall. 420; Seymour v. Osborne, 11 Wall. 576.

Counsel for the app:llant insisted that, if the testimony left in the mind
of the court a reasonable doubt as to complainant’s priority, his client

s entitled to the benefit of it. A large number of cases, both in the Supreme
Court and in the circuits, hold that doctrine, nor do we propose to dispute
it. If 1t were an open question, we might consider whether the pre-
sumption arising from the granting of the letters patent, could not be
overthrown, as any other presumption at law is overthrown, by the prepon-
derance of evidence. But accepting it as settled that any doubt is fatal to
a claim antagonistic to the validity of letters patent themselves because of
fraud, we can but say that in this case the principle cannot afford the appellant
any assistance. The evidence is too convincing to permit the shadow of a

doubt. — FForgie ». Oil Well. Supp. Co. 58 Fed. 871; 7 C. C. A. 551.

That the presumption of noninfringement arising from the grant of a sub-
sequent patent 1s overcome by the finding of the trial court that infringement
exists, see Anderson ». Collins, 122 Fed. 451; 58 C. C. A. 669.

§ 410. Records and Documents.

Patents are public records and as all persons are bound to take notice
of their contents, they consequently have the right to obtain copies of them,
by making proper application and paying the required fees. — Boyden v.
Burke, 14 How. 575; 14 L. Ed. 548.

The application is a public record which the defendant and all others
are presumed to know. — Loom Co. v. Higgins, 105 U. 8. 580; 26 L. Ed. 1177.

A certified copy of a decision will be accepted as against the official report
differing from it. — Gamewell ». Municipal, 77 Fed. 490; 23 C. C. A. 250.

Some mention is made of the file-wrapper; but this is of no consequence,
because at every point the application for the patent was overruled by the
examiners, and also on appeal until the commissioner was reached, who
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reversed everything appealed againgt, and what is thus referred to oceurred
before the inventor reached him, and was wiped out. — Forsyth v. Garlock,
142 Fed. 461; 73 C. C. A. 577.

§ 411, Miscellaneous.

It is perfectly clear that a person having an interest only in the question
and not in the event of the suit is a competent witness; and in general, the
liability of a witness to a like action, or his standing in the same predicament
with the party sued, if the verdict cannot be given in evidence, for or against
him, and does not exclude him. — Evans v. Eaton, 7 Wheat. 3063 5 L. Ed.

72.

The court refused to receive a disclaimer on the ground that it did not
recite plaintiff’s interest. Defendant later tried to introduce some paper to
limit plaintiff’s claim. Also refused. Held: That while it was error to have
refused it in the first instance it was not error in the second case to which
exception could be taken. — Silsby v. Foote, 14 How. 218; 14 L. Ed. 394.

It would seem, that the defendant may introduce a junior patent in
evidence to justify what he has done with the same prima facie as attaches
to the patent in suit. — Corning v. Burden, 15 How. 252; 14 L. Ed. 683.

Note: This rule is doubtful.

The defendant is not at liberty to raise and prove issues outside of the
pleadings and direct the attention from the main issue. — Blanchard ».
Putnam, 75 U. 8. 420; 19 L. Ed. 433.

If the defense be that it is for a different invention, the original patent,
though inoperative as & cause of action or to protect the rights of the inven-
tor, is yet admissible in evidence to sustain or prove such a defense. — Reedy

v. Scott, 90 U. 8. 352; 23 L. Ed. 109.

The burden of proof is upon defendant when the patent is put in evidence.
— Marsh v. Seymour, 97 U. S. 348; 24 L. Ed. 963.

Seymour v, Osborne, 11 Wall, 516.

Defendant did not apply for a patent until after he had seen plaintiff’s
drawitigs and had made a model therefrom. It is difficult to believe, in view
of this evidence, that he did not obtain the idea of his alleged invention from
the prim'linvention and patent of plaintiff. — Garrett v. Siebert, 98 U. 8. 75;
25 L. Iid. 84.

Complainant’s testimony as to the date of his invention should be strictly
construed against him because such evidence is necessarily subject to the
gravest suspicion, however honest and well intentioned the witness may be.

— Clark ». Willimantic, 140 U. S. 481; 35 L. Ed. 521; 11 S. Ct. 846.

But while the stipulation is undoubtedly admissible in evidence it ought
not to be used as a pitfall, and where the facts subsequently developed show
with respect to a particular matter, that it was inadvertently signed, we
think that, upon giving notice in sufficient time to prevent prejudice to the

opposite party, counsel mayv repudiate any fact inadvertently incorporated
therein. — Carnegie v. Cambria, 185 U. 8. 403; 46 L. Ed. 968; 22 S. Ct. 698.

The Hiram, 1 Wheat. 440; Malin v. Kinney, 1 Cai. 117; Barry v. N. Y. 53
N. Y. 536.
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The opinion of the witnesses as to the relative cost of two machines of
which he was competent to judge, was not objectionable on the ground that
he had testified that he did not know what one of them had cost. — Hunt ».

Cassidy, 53 Fed. 257; 3 C. C. A. 525.

Counsel for complainant was justified in refusing, as he did, to cross-
examine the witness who was the author of the pamphiet offered in evidence
said to contain the views of the witness on the patents in suit, in regard to its
contents. The greater part of it was scandalous matter, entirely irrelevant
to the present controversy; and he was under no obligation to undertake
to read and analyze its contents to see wnether it contained anything bearing
ppon the issue worthy of a cross-examination. — Waterman v. Shipman, 55

Fed. 982; 5 C. C. A. 371.

It was incumbent upon the appellant, by fit objection at the time, or by
subsequent motion to expunge, to have informed its opponent of the precise
ground of objection to the offering in evidence of the former decree. The
objection could then have been obviated by amendment to the bill, or by
proper supplemental pleading. It is too late to urge such objection for the
first time upon an appeal. — Bradley v. Eagle Mfg. Co. 57 Fed. 980; 6

C. C. A, 661.
Walsh ». Colciough, 56 Fed. 778.

The proposition (of settlement) made by the defendants was purely and
simply an offer of compromise. It was not an admission of any fact involved
in the litigation. If evidence of the proposition had been offered by the plain-
tiffs upon the trial it clearly would have been inadmissible, against the de-
fendant’s objection; for the law is well settled that the offer of settlement
made by a party to a suit with a view to a compromise or an amicable ad-
justment of the matter in dispute is not admissible against him. — Holmes v.
Truman, 67 Fed. 542; 14 C. C. A. 517. n

9 Am. & Eng. Enc. Law, 353; Stanford v. Bates, 22 Vi, 546; West v. Smith,
101 U. S. 263; Gerrich v. Sweetser, 4 Pick. 374.

The oral testimony of two officials in the patent office was taken . = the
purpose of proving the averment in the bill that the patent was issued ei >
fraudulently or through the gross negligence of the examiner, and was ob-
jected to. The evidence was admissible. — Ecaubert v. Appleton, 67 Fed.
917; 15 C. C. A, 73.

The attention of the bar of this circuit is again called to the inexpediency
of allowing irrelevant matter in depositions in patent causes. — Bonsack .

Elliott, 69 Fed. 335; 16 C. C. A. 250.

The conduet of the complainant in harassing purchasers of the product
of this process with threats of litigation, when no possible ground for an
action existed against them whether the patent be valid or not (Goodyear ».
Railread, Fed. Cas, No. 5,563; Boyd v». McAlpin, id. 1748; Brown ». D. C. 3
Mackey, 502; 3 Rob. Pat. 927) savors of an attempt to "se the process of
the courts to win customers by unfair means, and thus 1.» reap a harvest
of limited dur_atinn. It does not indicate that confidence in the validity of
the patent which presses to a full investigation of rights and a eomprehensive
and decisive conclusion. Such a course certainly does not commend the

cause of a suitor to a court of equity. — Americ _ rod.
516: 18 C. C. A. 670. quity merican v. Port Huron, 72 Fed

The appellees caused it to be identified, but failed to introduce it in evi-
dence, and when appellant desired this court to consider it in evidence the
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appellees objected. They cannot therefore, take any supposed advantage
from a patent which they have failed to produce in evidence, and to the consid-
eratior:k of Ot;hich they now object. — Red Jacket v. Davis, 82 Fed. 432; 27
C. C. A. 204.

Statements of counsel are not evidence; nor is the court bound by their
construction of a patent. — Red Jacket v. Davis, 82 Fed. 432; 27 C. C. A,
204.

Where both parties lumbered up the record with a mass of evidence which

was wholly immaterial and unnecessary, costs may be refused the successfyl
party. — Eastman v, Getz, 84 Fed. 458; 28 C. C. A, 459.

More weight is given to the testimony of a witness based upon facts within
his own knowledge and experience, than to the testimony of a witness which
is ‘‘ largely the assertion of theory.'” — Overweight v. Improved, 94 Fed.
155; 36 C. C. A. 125.

Béné ». Jeantet, 129 U. 5. 613; 3 Rob. Pat. sec. 1012.

We do not think the learned judge meant to maintain that the structures
to which he referred were matters of which * judicial notice,” as that phrase
is used in our jurisprudence, could be taken. The reference seems to have
been made out of the fulness of his knowledge and experience in regard to
these structures and, as naturally, apposite to and illustrative of the ques-
tions discussed by counsel in the suit before him. No hint or suggestion
is made by the learned judge, that the knowledge of the fact referred to by
him, determined the result at which he arrived. That he freely stated the
facts he had in mind, in regard to combined gravity and cable roads, tends
no more to invalidate or impeach his decree than the fact that he had this
knowledge, though he were silent in regard to it. Extended experience
in the affairs of life, does not disqualify a judge, who does not use or seek to
use it unfairly. — Thompson v». Chestnut, 127 Fed. 698; 62 C. C. A. 454,

The preliminary question of the title in complainants was raised by their
failure to produce the assignment to them of the sole and exclusive right
to the patent, as pleaded in the bill. In view of the finding of the court
below that complainants’ title as alleged was admitted in the court below,
and the statement of counsel that the assignment as pleaded was ready to be
produced in court, showing such exclusive license in complainants, we con-
clude that title has been sufficiently proved. — Kirchberger ». American,
128 Fed. 599; 64 C. C. A. 107.

That a written agreement to submit certain questions as to use under a
patent to a court of competent jurisdiction is competent evidence upon the
trial of such an issue, see Holmes v, Kirkpatrick, 133 Fed. 232;66 C. C. A. 286.

It is true that the testimony of an inventor in derogation of the validity
of his own patent is usually open to suspicion; and in a case like this, where
he has made oath, for the purpose of obtaining a joint patent, that he and
another inventor were the joint inventors of the subject matter, the court
should reject his subsequent testimony to the contrary, unless it earries
a clear conviction that he did not intend to testify falsely originally, but made
oath under misapprehension or mistake. We are not aware of any rule of
evidence or any principle of estoppel which precludes a witness who hag testi-
fied incorrectly, or even falsely, on a former occasjon, from telling the truth
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later. The joint patentees might be estopped from asserting that they were
not jeint inventors in a suit against them by the owner to enforce the patent,
but a third party, who 1s in no way in privity with them or with the owner,
cannot be affected by an estoppel. -— De Laval v. Vermont, 135 Fed. 772;

68 C. C. A. 474.

In the nature of the case, it was scarccly to be expected that the complain-
ant could prove that the inventicns in question were made during the_ term
of Franzen’s employment by the direct and positive testimony of any witness
gpeaking from his own actual or personal knowledge. Naturally the com-
plainant’s reliance would be on circumstantial evidence, which often leads
to 2 conclusion more satisfactory than direct evidence can produce. — Mis-
sissippi v. Franzen, 143 Fed. 501; 74 C. C. A. 135.

The complainant 18 not concluded by what the defendant testified, or
prevented from contending upon the whole evidence that the inventions
were actually made while defendant was in its employment,<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>