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the case cited the patent covered a compound of nitro-
glycerine and absorbent matter, of which infusorial 2arth
was stated to be the preferred variety. The absorbent
matter, when mixed with three times its weight in nitro-
glycerine, absorbed the whole, and still retained the form
of a powder. This compound made dynamite. The de-
fendant’s compound consisted of nitro-glycerine and mica
scales mixed in nearly equal proportions, the mica scales
not absorbing the nitro-glycerine, but merely holding it
in suspension upon their surfaces. This compound was
calied mieca powder. Its use at the Hoosac Tunnel demon-
strated its superiority over dynamite, in point of effi-
ciency, economy, and safety; and there is evidently a
difference between a powder which absorbs a liquid as in
minute capillary tubes, and one which does not absorb,
but which carries a liquid upon the surfaces of its parti-
cles. But notwithstanding these differences, Judge
SHEPLEY, in an accomplished opinion, held the mica powder
to infringe the dynamite patent. So also, in a later case
on the same patent,!* the same judge held a certain gun-
powder to be an equivalent of the infusorial earth, because
it performed every funciion of the latter substance, though
it also performed the additional function, at the time of
the explosion of the compound, of co-operating with the
nitro-glycerine in rending the rock, instead of remaining,
like infusorial earth, an inert substance. The doctrine
which results from this case is that one ingredient is an
equivalent of another in the composition of matter, if it
performs the same function, even though it also performs
another function, which that other is wholly incompetent
to accomplish.

§ 372. When a patent expressly states that the composi-

us Atlantic Giant Powder Co. ». Goodyear, 3 Bann, & Ard. 161,
1877.
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tion of matter which it covers, does not include a specified
ingredient of similar compositions, the substitution of
that ingredient for one of those covered by the patent,
is enough to avoid infringement, even though the two
ingredients perform that same function in that composi-
tion of matter. But this does not amount to saying that
the two things are not equivalents. It merely amounts
to the doctrine that a patentee may disclaim a particular
equivalent if he chooses.’™ And where a particular equiv-
alent is disclaimed, that disclaimer is binding even if it

was unnecessary.!®

§ 373. Changes of the proportions of the ingredients
of a composition of matter will not avoid infringement of a
patent for such a composition, where those changes do
not affect its essential character in any way more impor-
tant than to increase its bulk more than they increase its

cost. 189

But changes in proportion, which change the operative

character of a composition of matter, together with
‘changes in its mode of manufacture, may sometimes

amount to enough to avert any charge of infringement of
a patent on the original composition.!%

§ 375. A design patent is infringed by any design which,
to general observers interested in the subject, or to pur-
chasers of things of similar design, has the same appear-
ance as that of the design covered by the patent, !

137 Byam ». Farr, 1 Curtis, 260,
1852.

138 Cartridge Co. ». Cartridge
Co., 112 U. S. 624, 1884.

139 Bastman ». Hinckel, 5 Bann.
& Ard. 1, 1879.

10 Atlantic Dynamite Co. o.

Climax Powder Mfg., Co., 72

F. R. 935, 1895.

41 Gorham . White, 14 Wal-
lace, 528, 1871; Perry r. Starrett, 3
Bann. & Ard. 4£5, 1878; Dryfoos
v. Iriedman, 18 I, R. 824, 1884;
Tomkinson ». Mfg. Co., 23 F. R.
895, 1884; Redway 2. Ohio Stove
Co., 38 F. R. 584, 1889; Sutro
Bros. Braid Co. ». Schloss, 44
F. R, 357, 1890; Macbeth v.
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and to this end the two articles may be compared as they
appear when in use;'¥!" but a design patent is not infringed
by anything which does not present the appearance which
distinguishes the design claimed in the patent, from the
prior art.! For design patents cover appearances only,
and not uses.!* Appearances of designs are to be judged

by synthetic observation, rather than by analytic in-
spection. The fact that an analysis of two forms of design
discloses differences between them, is insufficient to show
lack of that substantial identity of appearance, which
constitutes infringement. The test is not whether an
ordinary purchaser might be deceived into buying one

article for another, but it is the sameness of @®sthetic
effect on the eye.'"* Such a question of identity is to he
decided on the basis of the opinions of average observers,

and not upon the basis of the opinions of experts.!4* It
matters not to what articles the patentee applies his
design or in what channels of trade it goes, or to what
material he applies it. If the defendant uses the design,

Gillinder, 54 I’. R. 172, 1891;
sSmith . Stewart, 55 I'. K. 483,
1893; Graff, Washbourne & Dunn
2. Webster, 195 I, R. 522, 1912;
Macheth-Evans Glass Co. .
Rosenbaum Co., 199 . R. 154,
1912; Bush & Lane Piano Co. .
Becker Bros., 209 F. R. 233, 1913;
Mygatt v. Schaffer, 218 F. R. 827,
1914; Ashley ». Weeks-Numan
Co., 220 F. R. 899, 1915; Grelle
». City of Eugene, 221 F. R. 68,
1915.

1% Bolte & Weyer Co. .
Knight Light Co., 180 I, R. 412,
1910.

2 New York Belting Co. o.
New Jersey Rubber Co., 53 F. R.
815, 1893; Byram ». Friedberger,
87 . R. 559, 1897; Bevin Bros.
Mig. Co. ». Starr Bros. Bell Co.,
114 F. R. 362, 1902; Krutt-
schnitt ». Simmons, 118 F. R.
851, 1902.

143 Royal Metal Mfg. Co. ».
Art Metal Works, 121 If, R. 128,
1903.

1414 Bolte & Weyer Co. .
Knight Light Co.,, 180 F. R.
412, 1910.

15 Bolte & Wever Co. ¢. Knight
Light Co., 180 I. R. 412, 1910.
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at least in a non-analogous manner, he is liable for in-
fringement. 146

§ 376. The comparative utility of the plaintiff’s and
the defendant’s process, machine, manufacture, or com-
position of matter, is not alone a criterion of infringe-
ment.!¥ No man is permitted to evade a patent by simply
constructing the patented thing so imperfectly that its
utility is diminished.® On the other hand, a defendant’s
machine may be better than that covered by the patent
in suit and may be an improvement upon it; if that
superiority resulted from some addition to the latter,
it will have no tendency to avoid infringement,!* and it
matters not that the addition or improvement is patent-
able or patented.!™® On the other hand, the superiority
of the defendant’s machine may be due to the fact that
he has discovered an entirely different mode of construc-
tion and operation in which event it does not infringe.!!

14 Dominick & Haft . R. Wal-
lace & Sons Mfg. Co., 209 F. R.
223, 1913.

147 Crown Cork & Seal Co. v.
Aluminum Stopper Co., 108 F. R.
S48, 1901.

18 Chicago Iruit House Co. .
Busch, 2 Bissell, 472, 1871; Rob-
erts ». Harnden, 2 CLiff. 506, 1865;
Whitely ». Fadner, 73 F. R. 486,
18495.

149 Pitts . Wemple, 1 Bissell,
87, 1855; Carter ». Baker, 1
Sawyer, 512, 1871; American De-
linter Co. ». American Machinery
& Const. Co., 128 I°. R. 709, 1904;
Iick ». Kutz, 132 I, R. 738, 1904;
Voightmann ». Weis & Ridge
Cornice Co., 133 F. R. 298, 1904;

Ries 2. Barth Mfg. Co., 136 F. R.
850, 1905; General Electric Co. ».
Morgan-Gardner Electric Co.,
159 F. R. 951, 1907 ; International
Time Recording Co. ». W. H.
Bundy Recording Co., 159 F. R.
464, 1908; Standard Paint Co. 2.
Bird, 175 F. R. 346, 1910; Stock-
land ». Russell Grader Mfg. Co.,
222 F. R. 906, 1915; Yancey ».
Enright, 230 F. R. 641, 1916.

See Section 347.

150 Benjamin Electric Mfg. Co.
2. Dale Co., 158 F. R. 617,
1907.

See Section 362a.

151 Dunecan 7. Cincinnati Butch-
ers’ Supply Co., 171 F. R. 656,
1909.
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In other words, the defendant’s machine may be of a
different species and of course cannot Infringe a patent of a
different species than itself although 1t might infringe the
genus patent of which both are species.

But comparative utility is relevant to questions of in-
fringement, when its consideration 1s coupled with the
consideration of comparative character.’®> An invention,
which was never useful enough to be used in any product-
ive business, cannot be dragged across the road which
leads toward success, and thus be made to prevent the
progress of a useful art along that road.!®® An invention
which succeeds, is not to be suppressed by means of a
patent on an invention which falled, and can never suc-
ceed. !’

§ 377. To constitute an infringement of a patent, it is
not necessary that the infringer should have known of
the existence of the patent at the time he infringed it; 1%®
or, knowing of its existence, it is not necessary that he
should have known his doings to constitute an infringe-
ment.!® And infringement is not averted by the fact
that the infringer contrived his own process, machine,
manufacture, or composition of matter, as the case may be,
without any knowledge of the patent infringed thereby.!”

152 Goodyear Shoe Mach, Co.
». Spaulding, 101 I°. R. 994,
1900.

153 Gieneral Electric Co. r. Win-
sted Gas Co., 110 I, R. 963, 1901;
Severy Process Co. ». Harper &
Bros., 113 F. R. 584, 1902.

134 Westinghouse Ar-Brake Co.
r. New York Air-Brake Co., 112
I, R. 428, 1901.

135 Parker ». Haworth, 4 Mec-
Lean, 373, 1848; Matthews &

Skates, 1 Fisher, 608, 1860; Na-
tional Car Brake Shoe Co. o
Mfg. Co., 19 I'. R. 520, 1884;
Royer ». Coupe, 20 I'. R. 301,
1886; Bate Refrigerating Co. .
Gillett, 31 I, R. 815, 1887.

1% Parker ». Hulme, 1 Fisher,
5, 1849; Norton ». Automatic
Can Co., 57 F. R. 933, 1863.

157 United States ». Berdan
Iire Arms Co., 156 U. 8, 566,
1895.



378.
379.

380,

388,

389.

390.

391.

392.

393.

CHAPTER XVII

COURTS, PARTIES AND CAUSES

Introductory explanation.

Jurisdiction of United States
courts of first resort in pat-
ent cases.

Non-jurisdiction of State
courts in patent cases.

Jurisdiction of State courts
over controversies grow-
ing out of contracts rele-
vant to patents.

Jurisdiction of individual
United States courts of
first resort in patent cases.

Qualification of the rule of
the last section.

Jurisdiction of the Court of
Claims.

Absence of jurisdiction of
the Court of Claims over
causes of action based on
unauthorized making, us-
ing, or selling by the
United States Govern-
ment of specimens of a
patented process or thing.

Presence of jurisdiction of
United States Circuit
Courts over actions
brought against agents of
the United States Gov-
ernment, and based on
unauthorized making, us-
ing, or selling, by those

394.

390.

396.

397,

J98.

399,

400.

401.

402.

403.

agents, on behalf of the
Government, of specimens
of a patented process or
thing.

Who may be a plaintiff or
complainant I a patent
action.

Who may be plaintiff or
complainant in an action
oased on an assigned ac-
crued right of action for
infringement.

Executors and administra-
tors as plaintiffs and com-
plainants.

Assignees of executors or ad-
ministrators as plaintiffs
and complainanty.

Attorneys in fact cannot be
nominal plaintiffs or com-
plainants,

Owners in common as joint
plaintiffs or complainants.

Licensees cannot be nominal
plaintiffs, nor sole nominal
complainants.

Who may be made a defend-
ant in a patent action.

Minors and married women
as defendants.

Agents, salesmen, and other
employed persons, as de-
fendanis,

465



466

104. Employers as defendants.
405. Persons as defendants who
have caused others to in-

COURTS, PARTIES, CAUSES

ICHAP. XVII,

413. Officers of corporations.
414. Directors of corporations.
415. Statutory liability of officers,

{ringe. dircctors, and stockhold-
406. Joint infringers as defend- ers of corporations.

ants. 416. Consolidated corporations as
107. Contributory infringement. defendants in  actions
108. Partners as defendants. based on infringements
109. Private corporations as de- committed by their con-

fendants. stituent corporations.
410. Officers, directors, and stock- 417, Causes of action based on a

holders of corporations as plurality of patents or on

defendants. both terms of an extended
411. The same subjeet continued. patent, or on a patent and
412, Stockholders of  corpora- a trade-mark.

tions,

§ 378. THE foregoing part of this text-book treats of the
rights of Inventors and patentees, and of their assignees,
grantees, licensees, and legal representatives; and also
treats of the wrongs which are committed when those
rights are infringed. The remaining part explains the
remedies which may be invoked, sometimes to prevent,
and sometimes to repalr such wrongs of infringement.
The present chapter is devoted to the courts which may
originally administer those remedies; and to the parties
who may invoke them, and against whom they may be
invoked; and to the causes of action which justify patent
litigation between those parties in those courts.

§ 379. The Circuit Courts of the United States, before
they were abolished, had original jurisdiction, regardless
of the amount involved, of all suits at law or In equity,
arising under the patent laws of the United States.! By
the Judiciary Act of Mareh 3, 1911, 36 Statutes 1100,
known as the Judiecial Code, this jurisdiction was vested

' Revised Statutes, Section 629; Miller-Magee Co. ». Carpenter, 34
I'. R. 134, 1888.
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in the District Courts. The same jurisdiction belongs
to the District Courts of the Territories of the United
States,®> and to the Supreme Court of the District of Co-
lumbia.?

This jurisdiction is independent of all State statutes;
and therefore a corporation of any State may begin and
prosecute an action arising under the patent laws, in any
proper Federal court, without complying with any State
statute which may require foreign corporations to file
copies of their respective charters in some State custody,
before beginning any suit in any court of that State.*

Not every suit arises under the patent laws, which
relates to letters patent for inventions; for some suits
relate to letters patent for inventions, though they arise
out of contracts between private parties. An action at
law which seeks a judgment for da.ages, or an action in
equity which seeks a decree for an injunction and a money
recovery, on account of an alleged infringement of a
patent, is an action arising under the patent laws of the
United States.®

An action on a judgment obtained in a patent case is
not, however, a suit arising under the patent laws, even
though it is brought against directors of an insolvent
corporation to make them liable for a judgment obtained
in an infringement suit against the corporation.®

§ 380. Whether State courts have any jurisdiction of
actions for infringements of patents was a question which,

12 Judicial Code, Sections 280 to  Distriet of Columbia; Cochrane

296. v. Deener, 94 U. S. 782, 1876.
2 Revised Statutes, Section ¢ Columbia. Wire Co. 7. Free-
1910, and Section 1911, as man Wire Co., 71 . R. 302, 1895.
amended June 29, 1876, 19 5 Victor Talking Mach. Co. v.
Ntatutes at Large, Ch. 154, p. 62.  The Fair, 123 F. R. 424, 1903.

3 Sections 760 and 764 of the tH. C. Cook Coa. v. Beecher,
Revised Statutes relating to the 217 U. S, 497, 1910.
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under the Revised Statutes of 1874, was clearly answer-
able in the negative”  But in 1875 Congress enacted a
statute which provided: **That the Circuit Courts of the
United States shall have orginal cognizance, coneurrent
with the courts of the several States, of all suits of a civil
nature at common law or in equity, where the matter in
dispute exceeds, excelusive of costs, the sum or value of
five hundred dollars, and arising under the Constitution
or laws of the United States.”” 3 This statute of 1875
appeared to assume that, in the absence of congressional
prohibition, the State courts would inherently have eon-
current jurisdiction with the Federal courts of all suits
of a civil nature, at common law or in equity, arising under
the Constitution or laws of the United States; and it
scemed to remove the prohibition contained in the Re-
vised Statutes.  Accordingly, in the first and second edi-
tions of this book, Seetions 381 to 387 were devoted to the
great question whether, in the absence of congressional
prohibition, State courts would have jurisdiction of civil
actions arising under the Constitution or laws of the United
States,  In those secetions it was shown that ALEXANDER
HaMinron and Justice WasHINGTON held the affirmative
of that question, while Justice STory, Chancellor Ken,
and Justice Fienp held the negative; and that the Su-
preme Court had never decided the question; but that the
strongest relevant reasons supported the negative opin-
iwn,  But, independent of that great question, the Su-
prenmic Court has now decided that the statute of 1875,
as amended in 1887 and 1888, does not affect the jurisdic-
tion, granted by earlier statutes, of any court of the United
States over speetfied cases arising under the Constitution
and laws of the United States; and therefore the later

- Reviced  Statutes,  Seetton *IN Statates at Large, Part 23,
711, Ch. 137, Seetion 1, p. 170,
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statute does not apply to any case arising under the pat-
ent laws of the United States.® Thus it is now established
that State courts have no jurisdiction of such eases. And
it accordingly has been so said by several Federal judges,
and by several State courts.!

y 388. Actions brought to enforce contracls between
private parties, relevant to patent rights, are not actions
arising under the patent laws of the United States; and
therefore are not cognizable as such in the United States
courts.” And actions to set aside such contracts fall in
the same category.' This doetrine, however, was severely
strained in the Supreme Court decision in the case of New
Marshall Engine Co. ». Marshall Engine Co.,!'* a case in
which the bill was brought in a State court on a contract
to assign a certain patent and ““all improvements thereon
and renewals of the same.”” The patent specifically desig-
nated was assigned in compliance with the contract and

v In re Hohorst, 130 U. 8. 661,
18933.

w \White ». Rankin, 144 U. S
636, 1892; In re Keashey & Mat-
tison Co., 160 U. 8. 230, 1895;
Pratt ». Paris Gas Light & Coke
Co., 168 U. S. 239, 1807; Mvers ».
Cunningham, 44 F. R. 347, 1890;
Elgin Wind Power & Pump Co.
r. Nichols, 65 I*. R. 217, 1895;
Hupfeld ». Automaton Piano Co.,
66 I°. R. 789, 1895.

it Continental  Store  Service
Co. ». Clark, 100 N. Y. 370, 1886;
Waterman ¢, Shipman, 130 N. Y.
308, 1891; Havana Press Drill
Co. v. Ashurst, 148 [il. 137, 1893.

2 Brown ». Shannon, 20 How-
ard, 56, 1857; Albright ». Teas,
106 U, S, 618, 1882; Dale Tile

Mfg, Co. v Hyatt, 125 U, S, -4,
1888; Marsh r. Nichols, 110 1. S,
44, 1891 Pratt »r. Paris Guas
Light & Coke Co., 168 U, 8, 260,
1S97; Staadard Sewing  Mach,
Co. r. Leslie, 118 . R, 557, 1902:
Victor Tulking Mach. Co. . The
Fair, 123 F. R. 424, 1903; New
Marshall Co. ». Maurshall Eneine
Clo.,, 223 U, 8. 473, 1912; Briges
v. United Shoe Co., 239 U. 8. 48,
1915.

13 Wilson v. Sandford, 10 How-
ard, 101, 1850; Wade ¢. Lawder,
165 U. S. 624, 1807: Standard
Dental Mfg. Co. . Nationai
Tooth Co., 95 . R. 201, 1899,

3¢ New Marshall Engine Co. r.
Marshall Engine Company, 22
U. ™. 473, 1912,
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thereafter the inventor invented what was alleged i the
bill to be an improvement on the patent assigned. In
addition the bill prayed that the defendants should he
enjoined from manufacturing or selling machines covered
by the improvement patent. The defendant moved to
dismiss the bill because ‘it presents questions involving
an inquiry as to the construction and scope of the patents
therein mentioned, of which questions the Federal Courts
have exclusive jurisdiction.” Justice LaMArR who deliv-
cred the opinion said in part as follows:

“The complainant did not by its bill in the State Court.
raise any question as to the validity or construction of
the patent, nor did i1t make any claim for damages for
infringement. . . . The Patent 725,349 was an improve-
ment thercon (on the original patent) as on the face of
the application and letters patent it appeared to be, then
the complainant was entitled to a decree requiring Mar-
shall to make conveyance which could be properly re-
corded for the protection of the true owner.

‘“It 1s, however, urged that the State Court was ousted
of the jurisdiction to enter a decree for specific performance
because the bill went further and prayed that the defend-
ants and cach of them should be enjoined from manufac-
turing and selling machines covered by Patent 725,349.
It is claimed that this was, In effect, an application and
decree for injunction against infringement and could only
be granted by a Federal Court.

“But the allegations of the complainant’s bill did not
mvolve any construction of the meaning or effeet of
Patent 725,349 nor does it charge that the manufacture
or sale of engines by the defendants would be an infringe-
‘ment of the patent or of any right of the complainant if
i fact, patent 725,349 belonged to the New Marshall
Iingine Co. The Injunction was asked for only as an in-
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cident of a finding that the title was vested in the com-
plainant.”

But a majority of the Supreme Court has gone further
than any of the rules above stated, and in spite of a
vigorous dissent from the minority, has held another
doctrine which is as follows: Where a complainant files
a bill, in which he states a patent right, and states its
use by the defendant; and, in a charging part, recites the
particulars of an alleged license claimed by the defendant
to be a justification of that use, and avers that there is no
such license in existence, and prays for an injunction and
an account of infringer’s profits; and where the defendant
files an answer, admitting the patent right, and admitting
the use, and defending only on the ground of the alleged
license; then the action is not one arising under the patent
laws of the United States.!? But there is no warrant for
pressing that conclusion any further than it necessarily
goes; no warrant for applying its doctrine to any case:
which lacks any of the elements upon which it was based.
And neither the Supreme Court nor the other Federal
tribunals have shown a disposition so to do.!”

Where a complainant files a bill in which he states a
patent right, and states its use by the defendant, and says
nothing about any contract or license, and prays for an
injunction and an account of infringer’s profits; and where
the defendant thereupon files an answer 1n which he does
not traverse any part of the bill, but pleads, by way of
confession and avoidance, that he has a license which
covers his use of the patent, it will not do to apply the
rule in Hartell ». Tilghman. If that rule were applied to
such a case, it would result in a dismissal of the bill for

4 Hartell . Tilghman, 99 U. 8.  wood-Morrison Co., 102 F. R.
547, 1878. 955, 1900; Leslie Co. ». Wilham
s Atherton Mach. Co. 2. At- Mann Co., 157 I, R. 236, 1907.
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want of jurisdiction. Then if the complainant should
file & new bill in a State court, precisely like the other,
and if the defendant should thereupon file an answer
<aying nothing about any license, but denying the validity
of the patent, that suit would also have to be dismissed,
heeause it would present no controversy except one touch-
ing the validity of a patent for an invention. Any in-
fringer of a patent could thus defeat every suit based on
his infringement, by simply making one defence in one
court and another defence in another court, no matter
how fictitious both of those defences might he. A con-
sequence so unjust could not be tolerated; and the law
is now settled that where a plaintiff decides to sue a de-
fendant as a naked infringer, the Federal courts have
jurisdiction, and that such jurisdiction cannot be ousted
by any answer which the defendant may interpose.'

§ 389. Actions for infringement of patents, heing transi-
tory in their nature, could formerly be brought in any dis-
trict in ‘which the defendant was an inhabitant or should
be found.? But a statute of March 3, 1897, re-enacted
hy Aect of March 3, 1911, ¢. 231, § 48 (36 Stat. 1100), re-
stricts such suits to the distriet of which the defendant 1s
an inhabitant, or to any distriet in which the defendant,
whether a person, partnership, or corporation, shall have
committed acts of infringement, and have a regular and

s White ». Rankin, 144 U, .
628, 1892; Ioxeelsior Wooden Pipe
(‘0. v. Pacific Bridge Co., 185
U. S. 282, 1902; Elgin Wind
Power & Pump Co. . Nichols, 63
I°. R. 217, 1895; Everett ». Haul-
cnbeek, 68 T, R. 911, 1895; Young
Reversible Lock-Nut Co. ». Young
Lock-Nut Co., 72 1. R. 62, 1896;
Pacific Contracting Co. ». Union

Paving Co., 80 If. R. 737, 1897;
Atherton Mach. Co. 2. Atwood-
Morrison Co., 102 F. R. 949,
1900; Clancy ». Troy Belting &
Supply Co., 157 F. R. 554, 1907;
The Fair ». Kohler Die Co., 228
U. S. 22, 1913.

7 18 Statutes at Large, Part 3,
Ch. 137, Section 1, p. 470.
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established place of business.’® These restrictions on
jurisdiction are, however, merely a personal privilege and
are waived by a general appearance.” Further, the stat-
ute applies not only to defendants who are inhabitants of
some district within the United States but also to non-
resident aliens, who may be served by substituted service
on their agents in the United States whether the alien is
& person, partnership, or corporation.”® In addition aliens
may be sued in any district in which they are found.?'

The general appearance, however, is limited in its ap-
plication by the scope of the action in which the general
appearance 1s filed, and such an appearance does not
warrant the court in allowing an amendment which sets
up a new, different or distinet cause of action from that
set up in the original bill; as for instance a cause of action
on which the defendant could not originally have been
sued in the jurisdiction where the suit was commenced.?

Section 740 of the Revised Statutes, providing that
where there are two or more defendants residing in differ-
ent Federal districts of the same State, the suit may be
brought in etther district and jurisdiction of all defend-
ants obtained by the issuance and service of duplicate
subpeenas, does not apply to suits for infringement of
patents, and where there are two or more joint defend-
ants hiving in different districts of the same State, each

1829 Statutes at Large, Ch.
395, p. 699; Bowers ». Atlantic
G. & P. Co., 104 F. R. 889, 1900.

19, 8. Consolidated, ete., Co.
». Pheenix, ete., Raisin Co., 124
. R. 234, 1903; United States
IExpansion Bolt Co. r. H. (.
Kroucke Hardware Co., 216 I'. R.
186, 1914.

20 Smith ¢, Farbenfabriken of

Elberfeld Co., 203 F. R. 476, 1913.

21 United Shoe Mach. Co. ».
Duplessis, ete., Co., 133 F. R.
030, 1904.

22 Western Wheeled Scraper
Co. ». Gahagan, 152 F. R. 648,
1907. (Note: while the principle
of law stated is undeniably cor-
rect, query as to its application
to the facts in the particular case.)



474 COURTS, PARTIES, CAUSES  [CHAP. XVIil.

defendant must be within the scope of the provisions of
the Act of March 3, 1897, above noted.*

Where the jurisdiction is not hased on habitation, the
existence of a regular and established place of business in
the district, at the time the suit is begun, Is necessary to
the jurisdiction; though the infringement in the district
may have ceased at that time.?* Where a manufacturing
corporation makes infringing articles in the State where
it is organized and exists, and sends those articles to an-
other State to be there sold by another corporation as its
agent, and where those articles are thus sold; the place of
business of the selling corporation is a regular and estab-
lished place of business of the manufacturing corporation.*
But a space occupied by an exhibitor, in an exposition, for
the purpose of showing articles to the public, 1s not a
regular and established place of business, within the mean-
ing of the statute.

Where a manufacturing corporation maintains an
agency for the preliminary negotiation of sales of infring-
ing articles, it has a regular and established place of busi-
ness; but if that preliminary negotiation is not followed
by any sale or subsequent use of an infringing article, in
the district where that agency is maintained, the District
Court for that district has no jurisdiction of that corpora-
tion, on account of that agency.” But if that preliminary

23 Cheatham Electric Switch-
ing Device Co. ». Transit De-
velopment Co., 191 I, R. 727,
1911.

24 Feder ». A. B. Fiedler & Sons,
116 F. R. 378, 1902; Underwood
Typewriter Co. ». Fox Type-
writer Co., 158 F. R. 476, 1907.

% Thomson-Houston Electric

Co. ». Bulloek Electric Co., 101

F. R. 588, 1900; Smith ». Farben-
fabriken of Elberfeld Co., 203
F. R. 476, 1913.

s, E. Waterman Co. 2.
Parker Pen Co., 100 F. R. 544,
1900.

2 Westinghouse Electric &
Mfg. Co. ». Stanley Electric Mfg.
Co., 116 F. R. 641, 1902; United
Autographic Register Co. ». Egry
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negotiation is followed by a sale of an infringing article
outside of that district, for subsequent use inside of that
district, the District Court for that district has jurisdic-
tion of that manufacturing corporation, on the ground
that it not only has a regular and established place of
business in the district, but also is chargeable with con-
tributing to the infringing use of the article in the distriet,
after having sold it for that purpose, though the sale was
consummated outside of the district.?®

In W. S. Tyler Co. against Ludlow-Saylor Wire Co.,?"
the Supreme Court held that where a manufacturing
company of another State than that where the suit is
brought employs a representative in the State of suit,
paying him a small salary, commissions on sales and travel-
ling expenses, the duty of the representative being merely
to solicit orders and forward them when received, to the
home office for execution, does not have a regular and es-
tablished place of business in the district of suit. The
court said: ‘“Guerin received and forwarded and his
principal accepted orders for goods which were thereafter
manufactured and shipped by express to the purchaser
in New York City. 'This sale was consummated at St.
Louis and did not constitute an infringement of appellant’s
patent within the district where suit was brought.”” The
determining elements in the case are considered to be
that the “‘agent’” was also employed by another corpora-

Register Co., 219 F. R. 637, 1915;
Tyler Co. v. Ludlow-Saylor Wire
Co., 236 U. 8. 723, 1915; United
States Envelope Co. ». Transo
Paper Co., 229 F. R. 576, 1916.
28 Westinghouse Electric &
Mfg. Co. v, Stanley Electric Mfg.
Co., 121 F. R. 101, 1903. See
Chadeloid Chemieal Co. ». Chi-

cago Wood Finishing Co., 180
F. R. 770, 1910, where the phrasc
in question is given a liberal in-
terpretation; Edison ». Allis-
Chalmers Co., 191 F. R. 837,
1911.

2 W. S. Tyler Co. 7. Ludlow-
Saylor Wire Co., 236 U. 8. 723,
1915.
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tion than the defendant to solicit orders to be executed
at the home office of the latter, and that he shared his
office expenses with the other corporation.®’

The provision of the Act of March 3, 1897, ¢. 395 (29
Stat. 095), that where the suit i1s brought in a district
where the defendant has a ‘‘regular and established place
of business’’ service of process ‘“may be made by service
upon the agent or agents engaged in conducting such busi-
ness’’ 1s permissive only, and where the defendant is a
corporation service may be made on the corporation it-
self if it be found within the distriet of suit.?

Where a defendant intends to deny habitation, or the
existence of a regular and established place of business,
in the distriet in which a suit has been begun, the proper
practice is a special appearance for the purpose, and a
motion to set aside whatever service of process may have
heen made, upon any person as assumed representative
of the defendant.”® Where a defendant intends to deny
any infringement within the district In which a suit has
bheen begun; that denial may be made by motion to dis-
miss, unless such infringement is asserted in the hill.
And where such infringement is asserted in the bhill,
that denial may be made by special matter in the answer.?
If made by special matter in the answer, then the issue
of fauct must be settled by evidence. If that denial is
made in an answer, it may be presented to the court by a
motion to dismiss the bill for want of jurisdiction, after
the complainant has taken his evidence In chief, and has

#® United States Envelope Co.  Gibney, 160 U. S. 219, 1895; L. L.
r. Transo Paper Co., 229 F. R. Waterman Co. ». Parker Pen Co.,
576, 1916. 100 F. R. 544, 1900; United

2 National Electric Signalling States Seeded Raisin Co. .
Co. r. Telefunken Wireless Tele- Phoenix Seeding Co., 124 I, R.

graph Co., 194 ', R. 893, 1912. 234, 1903.
# Interior Construction Co. . wt Cquity Rule 29,
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omitted or failed to prove infringement as having occurred
in the district where the suit is pending.?! For purposes
of jurisdiction of a non-resident the infringement must bhe
actual and not merely threatened.’? A voluntary general
appearance by the defendant does not relieve the plaintiff
from proving the jurisdictional facts if the allegations
concerning them are denied.3?

§ 390. Where a district contains more than one division,
every action for infringement of a patent, which is brought
in that district on the ground of the habitation of the
defendant therein, must be brought in the division where
he resides; and where there are two or more defendants
residing in different divisions of a distriet, such an action,
if brought against them in that district, on the ground
of their habitation therein, must be brought in one of
those divisions.

§ 391. The Court of Claims is the tribunal which has
jurisdiction of all actions brought by owners of patent
rights against the government of the United States, for
compensation for the use by the Government of patents
and patent rights owned by individuals.3* Such suits
are subject to a six-year statute of limitations and in the
absence of an established royalty the claimant is entitled
to recover what a reasonable royalty for an express license
would have been.?®> But it is held that no implied con-
tract arises where the patentee is an officer of the United
States Government making the patent invention in the
course of his official duty at the expense of the Govern-

31 Streat ». American Rubber  United States ». Burns, 12

Co., 115 F. R. 634, 1902. Wallace, 216, 1870; United States
2 Gray v. Grinberg, 147 F. R. 7. Palmer, 128 U, 8. 269, 1888;
732, 1906. Act June 25, 1910, 36 Stat. 85H1.

3 Gray ». Grinberg, 159 IF. R. 15 United States 2. Berdan Fire
138, 1908. Arms Co., 156 U. 8. 569, 1895.
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ment and for the publie service.* It has been held that
this protection, at least as far as a suit for an injunction
is concerned, extends to an owner of a hotel who has
purchased infringing mail chutes and established them in
his hotel and hence are by the general Act of Congress,
under the care and custody of the United States.’” Pre-
sumably this holding applies only to the particular chutes
already supplied to the Government and an injunction
might issue against supplying more,* at least in the ab-
sence of the statute passed in 1910 permitting certain
suits against the Federal Government to be brought in
the Court of Claims.™

 392. What remedy a patentee has when the Govern-
ment makes or uses specimens of the patented imvention
without his consent 1s a question which was long debated.
The United States cannot be sued execept where it has
consented thereto by a statute. This question was, how-
ever, set at rest by the passage of the Act of June 25, 1910,
36 Statutes, 851, whereby the Court of Claims was given
jurisdiction of suits by owners of patents and licensees
for the recovery of reasonable compensation for the use
by the Government of the patent owned or licensed.*

§ 393. Prior to the Act mentioned in the preceding
section there was much debate as to the personal liability
of an officer of the United States Government who was
chargeable with an unauthorized use of a patented inven-

# Solomons o, United States, 22 Sons Ship & Engine Co., 211 F, R,
Court of ('laims, 342, 1887; Davis 124, 1914.
r. United States, 23 Court of ¥ Act June 25, 1910, c. 423

Claims, 334, 1888, (36 Stat. £ol).
7 Cutler ». Maryland Hotel See Section 157.
Co., 168 I, R. 931, 1909. @ See  Schillinger ». United

¥ International Curtis Marine States, 155 1. 8. 169, 1894, de-
Turbine Cao. r. William Cramp &  cided before the Act of June 25,
1910.



CHAP. XVII.]  COURTS, PARTIES, CAUSES 179

tion for the henefit of the Government. This question is
considered more fully in Section 157 of this book. In
brief, however, it may be stated that it is no longer the
law that an action will lie against agents of the Govern-
ment under such circumstances.!

N 394. The plaintiff or complainant in an action based
on an infringement of a patent may be the patentee, or the
sole assignee of that patent; or any grantee under a patent
may sue alone, for any infringement committed within his
territory.** And the owner of an equitable title to the
patent may sue in equity if the defendant is the patentee
or his assignee.”® And the plaintiff or complainant may bhe
& partnership, as well as a person or a corporation; and
may sue in the partnership name, though that name
is an artificial one, quite unlike the names of the
partners.#

It 1s not necessary for the plaintiff, in an action at law,
to own any present interest in the patent at the time he
brings his action. It is enough if he was the patentee,
assignee, or grantee of the rights infringed, at the time the
infringement sued upon was committed.* But this rule
does not generally apply to actions in equity, for such
actions are generally dependent upon an injunction, and
no injunction can be granted to restrain future infringe-
ments of a patent, on the suit of a person who has no
interest in the patent threatened to beinfringed.”® Though

st Crozier ». Krupp, 224 U. 8. Portable Lighting Co., 164 . R.
290, 1912. 60, 1908.

42 Revised Statutes, Section 4 I'ruit Cleaning Co. r. Fresno
4919; Wilson 2. Rousseau, 4 How- Home Packing Co., 94 F. R. 847,
ard, 646, 1816 Stein 2. Goddard, 1899.

1 MecAlister, 82, 1856; Seibert Oil ¢ Moore r. Marsh, 7 Wallace,
Cup Co. ». Beggs, 32 F. R. 790, 515, 1868.
1887. “ Waterman ». Mackenzie, 138

43 Prest-O-Lite Co. 2. Avery U. S, 255, 1891.
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where o complainant owns a patent infringed, when he
files his bill for an injunction and a money recovery,
jurisdiction will not lapse when he assigns the future of
hix patent.?

§ 395. Actions at law brought by assignees or grantees,
for infringements committed prior to the time they ob-
tained title, must, according to the common law, be
hrought in the name of the person who held the legal title
to the patent right when and where it was infringed by
the defendant. This rule was not abrogated by the statute
which permits suits to be brought by assignees; because
the assignees which are contemplated by that statute,
are assignees of patents and not assignees of rights of
action under patents.”® No cause of action for damages
against an mfringer lies In favor of an assignee of a mere
claim for damages for infringement. Such an assignee is
not o ‘“‘party terested, either as patentee, assignee or
erantee.”’*  Nor may such an assignee, or at any rate
one who has merely the right to share in moneys collected
from infringement, be a party to a suit in equity for an
injunction,™ unless as owner of the patent who was granted
an exclusive lieense but who has reserved an interest in
damages to be recovered from infringers and also has the
right to cancel the license under certain conditions. The
latter right is held to entitle him to bring such a suit,
even if the former would not be sufficient.?!

An action in equity, if maintainable at all in such a case,
may be brought in the name of the assignee; and such an

* New York Belting Co. . ¥ Webb v, Goldsmith, 127 F. R,
New Jersey Rubber Co., 47 I', R, 572, 1904; Revised Statutes, Sec-

505, 1891. tion 4919.

“ Moore r, Marsh, 7 Wallace, 0 Kaiser ». General Phonograph
215, 186G8; Armstrong, Wlntworth  Supply Co., 171 F. R. 432, 1909.
& Co. r. Norton, 15 App. D. C. *F Innaser ». General Phonograph

232, 1809, Supply Co., 171 F. R. 432, 1909.
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action will be maintainable where the suit is based on in-
fringements and threatened infringements, committed after
the complainant obtained title, as well as upon infringe-
ments committed before that event.** An action in equity
will also be maintainable in such a case, if the assignor of
the right of action was a corporation, and has been dis-
solved or has expired ;* or if for any reason it is impossible
for the assignee of the right of action to sue in the name of
the assignor.**

Where the assignor 1s dead at the time the assignee
desires to bring an action at law, and where no legal
representative of the assignor exists, or is likely to exist
unless the appointment of one is obtained for the special
purpose of using his name as nominal plaintiff in the as-
signee’s suit, 1t would seem no great stretch of equity
jurisdiction to allow the assignee to file a bill in his own
name, and thus avoid the useless and expensive circuity
of compelling him first to secure the appointment of an
administrator, and then to bring an action at law in the
name of the latter. No principle adverse to such a pro-
ceeding was perceived by Chief Justice MARSHALL, when,
in a similar case of expensive circuity at law, the more
direct and less expensive methods of equity were invoked
before him. 5

§ 396. Where a patentee, assignee, or grantee, who was
entitled to sue for an infringement of a patent, died before
beginning an action thereon, such an action may be

»2 Dibble v. Augur, 7 Blatch. 86, Packer Co. 2. liaton, 12 I, R. 8§70,
1869; Henry ». Stove Co., 2 Bann,  1882.
& Ard. 224, 1876; Gordon ». An- 53 Lenox 2. Roberts, 2 Wheaton,
thony, 16 Blatch. 234, 1879; Mer- 373, 1817.
riam ». Smith, 11 F. R. 589, 1882: s Hayward ». Andrews, 106
Shaw ». Lead Co., 11 F. R, 715, U. S. 675, 1882,
1882; Consolidated Oil Well ss Riddle ». Mandeville, §

Cranch, 329, 1809,
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brought by his executor or administrator,” upon his ful-
filling the conditions and giving the guarantees of fidelity
and solvency required by the law of the State wherein the
court is established in which the action is proposed to be
brought.”” DBut it 1s not certain that, when beginning a
patent action in a Federal court in a State other than that
of his appointment, an executor or administrator must
conform to the conditions, or give the guarantees, pre-
seribed by the local laws.” Whether the various State
laws, relevant to foreign executors or administrators suing
in State courts, are binding in such cases as these, is a
point upon which there appears to be a conflict of author-
ity. The cases last cited appear to support the negative
of the question, while those cited just before seem to sus-
tain the affirmative view. It is possible that a distinetion
may be drawn on this point between actions based on
patents and actions arising out of local law and brought
into Federal courts on grounds of diverse citizenship.
If that distinction is found to be important, it may lead
to a decision that executors and administrators may
begin and prosecute patent cases in Federal courts in
States other than that of their appointment, without any
regard to the probate or other analogous laws of those
States. If it 1s held otherwise, then the laws of the States
relevant to the conditions upon which foreign executors
or administrators are permitted to sue in their courts,
will require the attention of the practitioner in such cases.
In some States those conditions amount to local probate,

# NMay 2. County of Logan, 30 8 Hodge ». Railroad Cos., 4
. R. 253, 1887. Fisher, 162, 1870; Northwestern
s Rubher Co. 2. Goodyear, 9 Fire Extinguisher Co. ». Philadel-
Wallace, 791, 1869; Wilkins ». ElI- phia Fire Extinguisher Co., 1
lett, 108 U. 8. 256, 1882; Piequet  Bann. & Ard. 177, 1874.
o Swan, 3 Mason, 472, 1824,
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and in others they amount to no more than the giving of
a bond for costs. But whether onerous or easy, and
whether necessary or unnecessary to be regarded in patent
cases, an omission to regard them cannot be availed of by
a defendant, unless availed of in his pleadings.*®

§ 397. Where an executor or administrator of a deceased
patentee, or assignee or grantee of a patent right, assigns
that right to another, or assigns to another a right of
action for its infringement, that other can sue thereon in
any State, without any proceedings in the nature of local
probate, provided he can sue in his own name.® Whether
he can sue in his own name will depend upon whether he
is entitled to an injunction; or if not entitled to an injune-
tion, it will depend upon whether equity can take juris-
diction on some other ground; or if not entitled to sue in
cquity at all, it will depend upon whether the laws of the
particular State authorize assignees of rights of action to
bring actions at law in their own respective names.%?

§ 398. Patentees and other persons entitled to bring
actions for infringements of patents may appoint attorneys
in fact to bring those actions in the names of the ap-
pointers; but not in the names of the attorneys in fact.*

§ 399. Owners in common of patent rights must sue
jointly for their infringement, or the defendant may plead
in abatement or demur,® or in suit in equity, move to dis-
miss. This rule applies where a patentee has assigned an

®» Rubber Co. r. Guodyear, 9 May ». County of Logan, 30 FF. R.
Wallace, 791, 1569, 203, 1887.

% Harper r. Butler, 2 Peters, 61 May ». County of Logan, 30
238, 1829: Trecothick ». Austin, F. R. 233, 1887.

4 Mason, 36, 1825; Leake . 62 Goldsmith ». Collar Co., 18
(iilchrist, 2 Devereaux (N. C.), Blatch. 82, 1880.

73, 1829: Peterson r. Chemieal 83 Van Orden ». Nashville, 67 F.
Bank, 32 N. Y. 21, 1865; Riddick  R.332, 1895; Postal Tel. Cable Co.
o. Moore, 65 N, C. 382, 1871, . Netter, 102 F. R. (91, 1900,
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undivided part of his patent,®? and also to cases where
the owner of the patent has granted an undivided interest
therein, in that part of the territory of the United States
wherein the infringement sued upon was committed.
In the first of these cases the action must be brought by
the patentee and assignee jointly; and in the other case it
must be jointly brought by the owner of the patent and his
grantec. Indeed, the rule necessarily applies to every case
where a plurality of persons own the undivided interest in a
patent right, whether in the whole, or only in a part of the
territory of the United States. And it has been held in one
casec, that the owner of a patent right in a part of the ter-
ritory of the United States, may join with the owner of the
same patent right in another part of that territory, in
suing for infringement of the patent in the territory of
the latter, on the ground that all the owners of territorial
rights under the patent are interested in having it sus-
tained.’® But there 1s no oceasion for a person who has
only an Interest in the proceeds of a patent, without hav-
ing any title in the patent itself, to join in a suit for its
infringement."

S 400. Licensees under patents cannot bring actions for
their infringement." Where a person has received an ex-
clusive license to use or to sell a patented invention within

84 Moore ». Marsh, 7 Wallace,
515, 1868: Waterman »r. Macken-
ze, 138 U. S. 255, 1891; Dick ».
Struthers, 25 F. R. 104, 1885.

85 Otis Mfg. Co. ¢. Crane Mfg.
Co., 27 F. R. 558, 1886.

¢ Bogart ». Hinds, 25 F. R.
485, 1885.

o7 Gayler ». Wilder, 10 Howard,
177, 1850; Paper-Bag Casex, 105
U. 8. 7606, 1881; Blanchard ». El-

dridge, 1 Wallace, Jr., 337, 1849;
Potter ». Holland, 4 Blatch. 2006,
1858; ©Sanford ». Messer, 1
Holmes, 149, 1872; Nelson 2. Me¢-
Mann, 4 Bann. & Ard. 203, 1879;
Gamewell Telegraph Co. ». Brook-
lyn, 14 F. R. 255, 1882; Ingalls ».
Tice, 14 IF. R. 297, 1882; Wilson ».
Chickering, 14 F. R. 917, 1883;
De Forest r. Collins Wireless Tel-
ephone Co,, 174 I, R. 821, 1909,
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a specified territory, all actions at law against persons who,
without right, have done anything covered by the license,
must be brought in the name of the owner of the patent
right, but generally for the use of the licensee;® and all
actions in equity must be brought by the owner of the
patent right and the exclusive licensees suing together as
joint complainants; % even where the license is oral,” or
1s an incident of a partnership.”

But-the holder of a license less than exclusive must not
join in an action in equity for an infringement of the
patent under which he is licensed,”® even where the in-
fringement consisted in making and selling one form of
the patented invention, which the licensee was exclusively
licensed to make and sell.’”® And an exclusive licensee
who has assigned his license, must not join in an action in
equity for an infringement of the patent, even against a
defendant who infringed before the license was assigned;
for such a person is not entitled to pray for an injunction,
and therefore is not entitled to invoke a court of equity
to decree a money recovery for past infringement.

Actions at law brought in the name of the owner of a
patent right, but actually begun by an exclusive licensee,
may be maintained by the Iatter, even against the will

¢ Littlefield ». Perry, 21 Wal- W, R. Ostrander & Co., 190 I, R.

lace, 223, 1874; Goodyear o». 199, 1911.
McBurney, 3 Blatch. 32, 1853; 70 Sharpless ». Moseley & Stod-
New York Filtration Co. ». dard Mfg. Co., 75 F. R. 595, 1896.
City of Sullivan, 111 F. R. 18], 71 Chisholm ». Johnson, 106
1901. F. R. 213, 1901.

* Waterman ». Mackenzie, 138 12 Blair ». Lippincott Glass Co.,
U. S. 255, 1891: Hammond ». 52 F. R. 226, 1892; American
Hunt, 4 Bann. & Ard. 113, 1879; Graphaphone Co. ». Walcutt, 87
Huber ». Sanitary Depot, 34 F. R. F. R. 557, 1898.

752, 1888; Bredin ». Solmson, 145 3 Pope Mig. Co. ». Clark, 46
F. R, 944, 1906. Seec Havens ». I'. R. 792, 1891.



486 COURTS, PARTIES, CAUSES  [CHAP. XVIL

of the nominal plaintiff.”* And where an exclusive licensee
brings an action in equity in the name of himself and the
owner of the patent right, that action may be maintained
without the co-operation and even against the objection
of the latter.® The fact that the owner has been*enjoined
in another cireuit from maintaining suits for infringement
on the patent in suit does not relieve the owner from such
lability to be joined as plaintiff.”

Where the owner of a patent is himself an infringer of a
heensee’s exclusive right to use or to sell the invention
covered thereby, no action at law can remedy the wrong.
The licensee cannot bring such an action in his own name
in that case, any more than in another; and he cannot sue
in the name of the wrongdoer, for he would thus make the
latter both plaintiff and defendant. Such a state of facts
constitutes such an impediment to an action at law as
authorizes the licensee to sue the owner of a patent or one
who purchased the patent with knowledge of the license
in a court of equity.” And a stranger to the title who
joined In the infringement, may be joined with the owner
as a defendant.™

¢ Goodyear », Bishop, 4 Blatch.
438. 1860.

¢ Brush-Swan  Electric  Light
Co. . Electric Co., 4S F. R. 224,
1891; Brush Eleetrie Co. 2. Elec-

¢ Hurd ». James Goold Co., 203
I. R. 998, 1913.

7 Littlefield v. Perry, 21 Wall.
223, 1874; Root ». Railway Co.,,
105 U. 8. 216, 1881; Rapp .

tric Co. of San José, 49 I°, R, 73,
1892; Brush Eleetric Co, ». Cal-
ifornia Electric Co., 52 . R, 945,
1892; Excelsior Woaden-Pipe Co.
o. Allen, 104 . R. 553, 1900;
Chisholm ». Johnson, 106 F. R.
212, 1901; Iixcelsior Woouden-Pipe
Co. v. City of Seattle, 117 1%, R.
140, 1902: Hurd 2. James Goold
Co., 203 I°. R. 998, 1913.

Kelling, 41 F. R. 792, 1890:
Adriance ». McCormick Mach.
Co., 59 I*. R. 200, 1893; 56 I'. RR.
18, 1893; Smith ». Ridgely, 103
F. R. 8§76, 1900; New York I’ho-
nograph Co. ». National Pho-
nograph Co., 144 I R. 404,
1906.

™ Waterman 2. Shipman, 55
1. R. 986, 1893.
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Where an exclusive licensee, who pays royalties in pro-
portion to the extent of his use or his sales of the patented
invention, allows infringers to use or to sell that invention
without interference from him, the owner of the patent
right may sue those infringers in his own name and for
his own use.™

§ 401. The defendant in an action for an infringement
of a patent may be a natural person, or a partnership.
A private corporation may also be held liable as defendant
in such an action.’? And a receiver, appointed by a State
court for an infringing corporation, may be sued for its
infringement or for his own iInfringement as receiver,
without the consent of the State court which appointed
him.?' And so with trustees in bankruptey and assignees
for the benefit of creditors.!> Among public corporations,
the liability of a ecity for infringing a patent has been
affirmed,® and that of a county has sometimes been af-
firmed and sometimes denied.?* It follows of course that
an individual cannot escape liability for infringement by
showing that the infringing articles were supplied under
contract to a city even though the infringing articles were

® Still ». Reading, 20 0. G.
1026, 1881.

0 York & Maryland Line Rail-
road Co. . Winans, 17 Howard,
30, 1854,

st Hupfeld ». Automaton Piano
Co., 66 I'. R. 789, 1895; Union
Switch & Signal Co. ¢. Philadel-
phia & Reading Railroad Co., 69
F. R. 833, 1895.

82 United Wireless Telegraph
Co. ». National Electric Signalling
Co., 198 F. R. 385, 1912; Amer-

ican Graphophone Co. ». Pickard,
201 F. R. 546, 1912,

8 Bliss #. Brooklyn, 4 Fisher,
596, 1871; Asbhestine Mfg. Co. .
Hepp, 39 F. R. 326, 1889; City of
Akronv. Bone, 221 F. R. 944, 1915.

8¢ Jacobs v. Hamilton County, 4
Fisher, 81, 1862; May ». County
of Mercer, 30 IF. R. 246, 1887;
May v. County of Juneau, 30 F. R.
241, 1887; May v». County of
Logan, 30 I', R. 260, 1887; May ».
County of Ralls, 31 F. R. 473,
1887.
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specified in the call for bids.®> If any distinction exists
hetween a city and a county, it is founded on the fact
that cities are created and exist mainly for the special
use of the people who compose them; while counties are
subdivisions of States, made for the purposes of political
organization, and ecivil and judicial administration.’
'The same reasons, if valid, would indicate that organized
villages are generally liable for infringements, while ordi-
nary townships are not. The general rule on the subject
would then appear to be that cities and villages are liable
for infringements of patents, unless the charters or statutes
which created or which regulate them, otherwise require
or provide, while counties and townships are not so liable
unless they are made so by the legislative power which
called them into being.® School districts probably fall
m the same category as townships in respect to this sort
of liability.® No State can be sued for any infringement
of a patent without its statutory consent.®® And it has
heen held that a State officer is not responsible for any
infringement of a patent which occurs in any State work
conducted by him, where he did not direct the infringe-
ment to be commmitted, and did not know the fact of in-
fringement till after it was done.®

Y 402. Natural persons cannot escape liability for their
infringements of patents on the ground that they are

“ (Consohdated Contract Co. v, 29 IF. R. 473, 1886; May ». County
[Hassan Paving Co,, 227 F, R. of Cass, 30 F. R. 762, 1887.
436, 1915. % Wilson ». School District, 32
“ Ward 0. County of Hartford, New Hampshire, 118, 1855.
12 C'onnecticut, 406, 1838; Com- % Fleventh Amendment to the
missioners of Hamilton County  Constitution of the United States;
r. Mighels, 7 Ohio State, 118, Hans ». Lowsiana, 134 U. 8. 17,
185H7. 1890.
% May r. Ceunty of Buchanan, “ Standard Fireproofing Co. »,
Toole, 122 1. R. 652, 1903.
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minors or married women.”' A minor is not less liable to
an action because the act of infringement was done at the
command of his father;?* but if a married woman connits
an infringement in the presence of her husband, she is not
liable to an action therefor, unless it can be shown that she
did it without his influence or consent.’® In the absence
of such evidence, the husband is alone liable for the torts
of the wife which are committed in his presence;** or under
his direction;™ and for the infringements which are com-
mitted jointly by both.%

§ 403. An agent or salesman who sells or leases speci-
mens of a patented thing, is liable as an infringer for so
doing.'” The foreman of a factory is liable for infringe-
ments done under his supervision.” And any employed
person who has derived a distinet and independent benefit
from infringing a patent under the direction of his em-
ployer, is himself liable to an action based on that infringe-
ment.” But a mechanic who, when working for wages,
makes or uses a patented thing, or uses a patented process,
" at the command of his employer, is not liable to an action
at law, on that account,'™ though he may doubtless be
restrained by an injunction from continuing such making

91 Cooley on Torts, Chapter IV,

% Humphreys ». Douglass, 10
Vermont, 71, 1838; Scott ». Wat-
son, 46 Maine, 362, 1859.

2 Bishop’s Law of Married
Women, Volume 2, Section 238.

" Bishop’s Law of Married
Women, Volume 1, Section 43.

% American Bell Telephone Co.
7. Cushman, 57 I°. R. 844, 1803.

9 (ireen 2. Austing 22 O. G. 683,
1882,

% Potter ». Crowell, 3 Fisher,
112, 1866; Maltby ». Bobo, 14

BBlatch. 53, I1876; Steiger ». Heidel-
herger, 4 I. R. 455, 18S80; Cramer
. Fry, 68 I, R. 207, 1895; Graham
v, Farl, 82 1. R. 743, 1897.

# Cahoone Mfg. Co. . Harness
Co., 45 I'. R. 584, 1891.

% Palmer ¢. Landphere, 99 F. R.
568, 1900; and 118 I, R. 52, 1902.

i Delano o, Scott, Gilpin, 498,
1834; United Nickel Co. r. Worth-
ington, 13 I'. R. 392, 1882; Young
». Foerster, 37 F. R. 203, 1889;
Graham ». Earl, 82 . R. 742,
1897,
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or using; *! provided his employer is also subject to be
thus restrained.!’®™ A decree for an account of profits
would not be proper in such a case, because a mechanic
cannot be said to make any profits from such an infringe-
ment. Nor would a decree for damages be any more
proper in an action in equity, than would a judgment
for damages in an action at law.

While it cannot be so stated as a matter of law, 1t has
been remarked that the class of persons described in the
foregoing paragraph, when sued for infringement by their
former employers, are not entitled to be induiged 1n pre-
sumptions of fact to which they are not entitled by rule
of law.103

§ 404. Whoever directs or requests another to infringe
a patent, is himself liable to an action for the resulting
infringement, on the principle that what one does by
another he does by himself.!* So, also, if an infringement
is committed by A. B. for the benefit of C. D., but with-
out the knowledge or authority of the latter, the latter
will still be liable as an infringer, if he approves the tort
after its commission.'”™ An infringement which is com-
mitted by an employee in the regular course of his em-
ployer’s business will also render the latter liable to
an action, even if the employer forbade the acts which
constituted the infringement,'® or even if the em-

101 Goodyear 2. DMullee, 5 104 Green ». Gardner, 22 0. G.

Blatch. 437, 1867; Regent Mig.
Co. v. Penn. Electrical & Mfg. Co,,
121 F. R. 80, 1902.

102 Boston Lasting-Mach. Co. .
Woodward, 82 I, R. 98, 1897,

103 Brunswick Refrigerating Co.
. Wolf, Sayer & Heller, 222 F. R.
916, 1915; Spirella Co. ». Unbone
Corset Co., 180 I, R. 470, 1910.

683, 1882; Chisholin ». Johnson,
106 I, R. 207, 1901.

105 See  Judson . Cook, 11
Barbour (N. Y.), 642, 1852;
Allred ». Bray, 41 Missouri, 484,
1867.

16 See Philadelphia & Reading
Ratlroad Co. v. Derby, 14 How-
ard, 108, 1852.
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ployer did not know that such was the character of those
acts. %

§ 405. It is a general principle of law, that whoever
does an act which naturally causes another to commit a
tort, is himself liable to an action therefor.!”™ For example,
if A. B. unlawfully makes a specimen of a patented thing,
and sells it to C. D., a man whose business 1t i1s to use
things of that class, there is no injustice in holding the
former responsible, not only for his own illegal making
and selling, but also for the illegal using committed by the
latter, for that making and selling naturally resulted in that
using. On the other hand, if E. F., a merchant, gives
G. H., a manufacturer, an order for a quantity of articles
which may be made either with or without a particular
patented process or machine, and if G. H. makes those ar-
ticles with that machine or process, it is clear that E. F.
is not liable for that unlawful making.!® But where the
articles can be made only by infringing a patent, any
merchant who causes them to be made for him is liable
to an injunction restraining him from a continuation of
his econduct.!® And a person who makes plans for infring-
ing machinery, or other subject of a patent, and obtains
bids for its manufacture, and receives compensation for
work in its erection, is liable as infringer of the patent
on the structure thus produced.!

§ 406. Where several persons co-operate in any infringe-

107 Wooster ». Marks, 17 Blatch.
368, 1879: McKnight ». McNiece,
64 F. R. 116, 1894.

108 Guille ». Swan, 19 Johnson
(N. Y.), 381, 1822; Brooks .
Ashburn, 9 Georgia, 297, 1851;
Lewis v. Johns, 34 California, 629,
1868; Smith v. Felt, 50 Barbour
(N. Y.), 612, 1868,

10 Keplinger ». De Young, 10
Wheaton, 358, 1825; Brown .
District of Columbia, 3 Mackey,
502, 1884.

e Welsbach Light Co. v, Free-
man, 100 ¥. R. 298, 1900.

i1 Risdon Iron & Locomotive
Works ». Trent, 92 I. R. 390,
1899.
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ment, all those persons are liable therefor as confributors
thereto.!’? In that, as Iin all cases of torts for which sev-
cral persons are liable, all may be sued jointly, or any of
them may be sued alone.’’* But where a patentee sues
one of several joint Infringers collusively, for the purpose
of getting a mutual advantage over another joint infringer,
the court, on learning the facts, will dismiss the case.!!

So, also, an action may be brought against several
joint defendants, and sustained against such of them as
the evidence shows to be liable, even though not sustained
against all."'® Separate acts of infringement of the individ-
ual defendants cannot, however, form the basis of recovery
in such suit.'™ Where an action at law 1s sustained against
several joint infringers, the judgment will be entered
against all, regardless of whether the benefits of the in-
fringement were confined to part of them, or extended to
the whole; ' though only one payment can be enforced; '
and a decree for profits, in an action in equity, will be
entered only against those of the defendants who are
proved to have actually realized profits from the infringe-
ment.

y 407. Contributory infringement is intentional aid
or co-operation in transactions, which collectively con-

stitute complete infringement.

2 Chisholn  ». Johnson, 106
I, R. 209, 1901.

13 Jennings r. Dolan, 29 I, R.
862, 1887; Bray ». Denning, 56
I'. R. 1019, 1803; Columbia Wire
Co. v. Freeman Wire Co,, 71 . R.
306, 1895; Bowers Dredging Co.
». New York Dredging Co., 77
. R. 983, 1896.

114 Ring Refrigerator Co. ». St.
Louis Iee Mfg. Co., 67 I, R. 535,
1895.

For example: where a

16 Reutgen ». Kanowrs, 1
Washington, 172, 1804.

e Iodison 2. Allis-Chalmers Co.,
191 F. R. 837, 1911; conlra,
Stebler ». Riverside Ass’n, . 214
EF. R. 550, 1914,

117 Cooley on Torts, p. 136.

118 Jennings ». Dolan, 20 F. R.
862, 1887.

19 [ilizabeth ». Pavement Co.,
97 U. S. 140, 1877; Featherstone
». Cvele Co., 53 IF. R. 110, 1892,
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person furnishes one part of a patented combination, in-
tending that it shall be assembled with the other parts
thereof, and that the complete combination shall be used
or sold; that person is liable to an action, as infringer of
the patent on the complete combination.'® The part
furnished must, however, be an element of the combina-
tion.'2! It has been held that where the part is sent to a
foreign country there to be incorporated in the remainder
of the combination which had been made in the United
States, the sender is not guilty of cortributory infringe-
ment.’>* Where a person furnishes a machine which
is useful only for the purpose of making a patented ar-
ticle, intending that it shall be thus used, that person is
himself liable for any infringement which 1s afterward
committed, in the manufacture of that article with that
machine.!?* So also, a person is chargeable with contrib-
utory infringement of a patent on a machine, where he

120 Wallace ». Holmes, 4 Blatch.
73, 1871; Schneider r. Pountney,
21 F. R. 403, 1884; Travers v.
Beyer, 26 F. R. 450, 1886; Stearns
». Phillips, 43 F¥. R. 795, 1890;
Thomson-Houston Electric Co. ».
Kelsey Electric Railway Specialty
Co., 72 F. R. 1016, 1896; and 75
F. R. 1005, 1896; American
Graphophone Co. ¢. Amet, 74
F. R. 791, 1806; Thomson-
Houston Co. ». Ohio Brass Co,,
80 F, R. 721, 1897; Red Jacket
Mfg. Co. v. Davis, 82 F. R. 432,
1897; American Graphophone Co.
». Leeds, 87 I', R. 8§74, 1893;
Wilkins Shoe-Button Fastener
Co. ». Webb, 89 F. R. 996, 1898;
Canda ». Michigan Malleable
Iron Co., 124 1. R. 486, 1903;

Standard Computing Scale Co. e.
Computing Seale Co., 126 . R,
639, 1903; Heckin Co. ». Baker,
138 F. R. 63, 1905; Rumford
Chemical Works o Hygiene
Chemical Co., 159 F, R. 436, 1908;
General Electric Co. ». Sutter, 186
F. R. 637, 1911; New York Scaf-
folding Co. ». Whitney, 224 I, R.
452, 1915; Safety Car Heating,
ete., Co. v. Gould Coupler Co., 229
F. R. 429, 1916.

121 National Malleable Castings
Co. ». T. H. Symington Co., 230
F. R. 821, 1916.

122 Bullock Electric, ete., Co. ».
Westinghouse, ete., Co., 129 F. R.
105, 1904.

123 American Graphophone Co.
». Hawthorne, 92 F. R, 516, 1899.
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furnishes articles for that machine to operate upon, in-
tending that the machine shall be used by operating on
those articles.!** Furthermore, where a person furnishes
n machine, composition of matter or other article, which
is particularly adapted to be used in performing a patented
process, and which the person furnishing the same, in-
tends shall be thus used, that person is lable as a con-
{ributory infringer, for any miringement which after-
ward oceurs in accordance with his intention.’>” But
where the machine or other property thus furnished, is
useful for some other purpose than to be a part of a pat-
ented combination, or to make a patented article, or to be
operated upon by a patented machine, or to be used in
performing a patented process, and where he who fur-
nishes the property, does not intend or know, when fur-
nishing the same, that it is to be thus used, he incurs no
liability to an action for infringement.’* But if he knew
or intended that the property furnished by him was to
he used in either of the infringing ways, he cannot defeat
an action for infringement, by showing that the furnished
property could have been used in some non-infringing

124 Heaton-Peninsular  Button-  Loew ilter Co., 103 F. R. 3083,
Fastener Co. o, Enreka Specialty  1900; John R. Williams Co. ».

C'o.,, 77 I, R. 288, I896; Tubular
Rivet & Stud Co. ¢. O'Brien, 93
1. R. 200, 1898.

125 Rumford Chemieal Works 2.
Hecker, 2 Bann, & Ard. 3063, 1876;
Willix 2. McCullen, 29 1. R. 641,
ISN6: Alabastine Co. ». Payne, 27
I°. R, 560, 1886; Celluloid Nfg.
(‘o. r. Zvlonite Co., 30 F, R. 437,
INNT: Boyd ». Cherry, 50 10 R.
ON2. 1883: New York IMilter Co.
r. WJackson, 91 F. R, 425, 1808
Cerman-Ameriean  Filter Co, p,

Miller, DuBrul & Peters Co., 107
IY. R. 290, 1901; Loew Filter Co,
v, German-American Filter Co.,
107 1I¢. R. 949, 1901.

126 Maynard ». Pawling, 5 Bann,
& Ard. 551, 1880: Millner ». Seho-
ficld, 4 Hughes, 261, 1881; Snvder
. Bunnell, 20 I, R. 47, 1886; Geis
r. Kimber, 36 F. R. 109, 188S:
Kdison Electrie Light Co. 2.
Peninsular Taght, Power & Heat
Co., 95 F. R. 673, 1899,
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way.!? In the absence of specific proof of knowledge
or intent, the fact that the property furnished could be
used with an article or machine which in itself could not
he an infringement and that there are many such articles
or machines in use is sufficient to absolve one who sup-
plies such property from the charge of infringement.'®
Also if the invention consists merely of a new arrange-
ment of old parts, one who sells the old parts is not charge-
able with infringement unless they were sold with the
knowledge that they were intended to be used in making
up the combination.!®

The rules regulating the rights of substitution or ‘“‘re-
supply ” of an element of a patented combination when the
¢lement 18 of such a nature that it must be renewed or
replaced from time to tiine and is something upon which
the remaining clements operate, has received thorough
consideration by the Supreme Court in the case of Leeds
& Catlin ». Victor Talking Machine Co.!®* In the opin-
1on, Mr. Justice McKENNA said that the rule of Wilson .
Simpson,!* permitted “the re-supply of the effective
ultimate tool of the invention which is liable to be often
worn out or to become inoperative for its intended effect,
which the inventor contemplated would have to be fre-
quently replaced anew, during the time that the machine
as 2 whole might last.” The parts which the defendant
claimed to be entitled to supply in the Leeds & Catlin
case were ordinary unpatented disc phonograph records,

127 Naxe 0. Hammond, 1 Holines, 9 Johnson o Foos Mfg. Co.,
436, 1875; Bowker 2. Dows, 3 141 I, R. 73, 1905.
Bann. & Ard. 518, 1878; Imperial 292 [,eeds & Catlin 2. Victor
Chemical Mfg. Co. ». Stein, 69 Talking Machine Co., 213 U. S.
I. R. 617, 1895. 325, 1909.

128 Sheridan-Clayvton Paper Co. 1290 Wilson v. Simpson, 9 How.
v. United States Envelope Co., 109, 1849.
232 F. R. 153, 1916.
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which, however, constitute an element of the patented
machine as a whole. In respeet to these the court said:
“But there is no pretense in the case at bar of mending
bhroken or worn-out records or of repairing or replacing
the ‘operative ultimate tool of the invention’ which has
deteriorated by use. The sales of petitioner as found by
the courts below and as established by the evidence, were
not 1o furnish new records identical with those originally
offered by the Vietor Co., but, to use the language of
Judge LacoMBE in the Circuit Court, ‘more frequently
to inerease the repertoire of tunes than as substituted
for certain worn-out records.’

*“The right of substitution or ‘re-supply’ of an element
depends upon the same test. The license granted to a
purchaser of a patented invention is to preserve its fit-
ness for use so far as it may be affected by wear or break-
age. Beyond this there is no license.” The true test
<ecems to be whether or not the element supplied is con-
sumed in the ordinary use of the machine. ™

Persons who contribute money for the purpose of sup-
porting others in infringing a patent, are also liable as in-
fringers.'™  Where an infringer makes a voluntary assign-
ment for the benefit of ereditors. and the assignee continues
the infringement, both may be sued jointly for the in-
fringement conunitted before, and also that committed
after the assignment.’® And a corporation and ifs receiver
mav be jomed as defendants, for infringements begun by
the company and continued by the receiver.!3?

Where the owner of a patent on something which in-

2OWiHlms oo Barnes, 234 31 (zordon ». Harvester Waorks,
I, R. 339, 1916. 23 I'. R. 147, 1885.

30 Bate Refnigerating  Co, v, 132 Union Switeh & Signal Co.
Gillett, 30 . R. G684, 1887, 7. Philadelphiz & Reading Rail-

road Co., 69 I°. R. 834, 1895.
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fringes an older patent, licenses another to use his device,
and furnishes to his licensee, plans and drawings for mak-
ing his device, and requiring, to that end, the making of
the device of the prior patent, without procuring or in-
tending to procure the consent of its owner, that licensor
ix a joint infringer with his licensee of the prior patent.3?
Where one man owns and others operate an infringing
machine, all are jointly liable to an action therefor.?s
And where one who has contracted to erect a building,
lets a portion of the work to a subecontractor, and in the
prosecution of their respective parts, each of them in-
fringes a patent of another, both of them are liable as
joint infringers,!%

Where one of several joint infringers is sued for their
infringement, the other one or ones may be admitted as
joint defendant or defendants to help defend the suit.!
The bill, however, in such cases should deelare only on the
joint infringement and not on individual infringements
of the respective defendants, for in the latter case it will
be demurrable for multifariousness.!™

And while the maker, the seller and the user of a pat-
ented machine, manufacture, or other article, are not
joint infringers of the patent thereon,'® the maker will be
bound by an injunction obtained in the suit against the
dealer which the former has openly and avowedly sup-
ported even though he was not a party to the record.'™

3 Toppan o Tiffany Car Co., 521, 1893; Ring Refrigerator Co.

39 I. R. 420, 1884. . St. Louis Iee Mfg. Co., 67 I. R.
13¢ Woodworth ». Edwards, 3 540, 1895.

Woodbury & Minot, 121, 1847. 137 Jewell ¢. City of Philadel-
135 Jackson ». Nagle, 47 F. R. phia, 186 F. R. 639, 1911.

703, 1891. 138 Consolidated Car Heating

136 Curran ». Car Co., 32 I'. R. Co. ». American Flectric Heating
835, 1887; Standard Ol Co. 2. Corp., 82 F. R. 998, 1897,
Southern Pacific Co., 54 F. R. 139 [Sagle Mig. Co. r. Miller, 1
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The maker may, however, be admitted by the court to
defend as a party to the reeord a suit against the seller,
or o suit against the user, and the seller may be admitted
in the same way to defend the user, when the user is sued
for using the article sold to him.!'* And it follows that if
pending the suil the plaintiff does anything that would
terminate it, as, for instance, purchases all the business
and good-will of the defendant’s business, the manufact-
urer who has already intervened may dismiss the suit or
else assume the defenee, in which latter event the suit
would be tried on its merits notwithstanding the absence
of the original defendant. !

Although the maker has openly and avowedly taken
carc of the defence of the suit he may not on applica-
tion of the plaintiff be made a party to the record, whether
or not he could originally have been sued in the distriet
of sult.’” But where pending suit a defendant corpora-
tion transfers all ifs assets and good-will to another
corporation the transferec may be brought into the suit
by supplemental bill and subjected to the injunction
order and accounting,'® at least if the latter had openly
and avowedly defended the original suit.'** Such a trans-
. R. 351, 1890; Dicks Press dated, ete., Ry., 72 I'. R, 10, 1896;
Guard Mfg. Co. e Bowen, 229 Parsons Non-Skid Co. 2. L. .
1. R, 193, 19106. Willis, 176 I. R. 176, 1909; but

See Seetion GY6H. see Dicks Press Guard Mg, Co.

v Consolidated  Rubber Tire 2, Bowen, 229 . R. 193, 1916,
Co. . Finley Rubber Tive Co.,, and Western Tel Mfg. Co. .
119 I°. R. 705, 1902; United States  American lilectrie Telephone Co,,
Expansion Bolt Co. ». . G, 137 IF. R. 603, 1905.

Ikroucke Hardware Co,, 216 I, R. 143 Young ». Herman, 232 I, R.
ING, 1914, 361, 1916; Western Tel. Mfg. Co.

o Irving-Pitt - Mg, Co. . 2. Am. Eleetrie Co., 141 F. IR, 998,

Twintoek Co., 220 . R. 425, 1900.
1911, See seetion 625,
s Brlwell . Toledo Consoli- i Western - Telephone  Mig,
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feree is not, however, bound by the findings of law or
fact on which a deceree fixing profits against the transferor
was based, as the respective liabilities are separable and
relate only to the respective periods of ownership,!4®

§ 408. A partnership is liable to an action for an in-
fringement committed in the regular course of the partner-
ship business, by one or more of the partners, or under his
or their orders; and also for any infringement committed
outside of that regular course of business, if it was pre-
viously authorized or afterward adopted as the act of the
partnership by all the partners. DBut no partnership is
liable for any in™ingement committed outside of the regu-
lar course of the partnership business, unless it was so
authorized or adopted.'*® A person who is cimployed as
manager of a partnership, and in that capacity infringes
a patent, is a joint infringer with the partners.!'V

Likewise 1s the case with a joint-stock association.
IFach member may be held as an infringer for acts of in-
fringement committed by the association.!®

Y 409. Private corporations are responsible for infringe-
ment, committed, authorized, or ratified by them, under
substantially the same rules as those which govern the
similar responsibility of natural persons. It was formerly
supposed that corporations could not be held liable for
torts, because torts are never authorized by corporate
charters, and are therefore wlira vires. But this idea was
soon found to produce gross injustice in its practical
operation; and was therefore abandoned by the courts.!*
Co. o, American Electrie Tele- 53 F. R. 110, 1892; Trent ¢, Ris-
phone Co., 137 I'. R. 603, 1905. don Iron & Locomotive Works,

45 Young ». Herman, 232 I5. &, 102 F. R. 635, 1900.

361, 1916. 1 National  Casket Co, r
146 See Story on Partnership,  Stolts, 135 1. R. 534, 1905,
Neetions 166 and 168, 19 Baltimore & Potomae Rail-

7 Foatherstone ». Cyele Co,,  road Co. e, Fifth Baptist Church,
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The law is, that every private corporation is liable for all
the torts which were authorized by that eorporation, and
for all torts done in pursuance of any authority to act on
its behalf, on the subjeet to which the torts relate, and for
all torts ratified by the corporation after they are com-
mitted.'" And in deciding upon this liability, the courts
consider corporate officers, agents, and servants as pos-
<exsing o large diseretion, and they aceordingly hold the
corporation liable for all their acts within the most ex-
tensive range of the corporate powers.!™  The agent of a
corporation In committing an infringement may he an-
other corporation; and the relation of agency exists and
hinds the principal, where the agent infringes a patent in
authorized pursuance of the business which the principal
wis chartered to transact.’™ And a corporation organ-
ized for the purpose of conducting a particular business,
alleged to infringe a particular patent, may be sued on that
patent, without waiting for the infringement to begin.'*
["nless their charters otherwise provide, public corpora-
tions which are liable at all for infringements of patents,
are doubtless liable under the same circumstances and to
the same extent as private corporations are.!*

Y 410. Under what circumstances and to what extent
an officer, director, or stockholder of a corporation is
personally liable for infringements committed by it, is a
compound question, the analysis of which is complicated.
There are three kinds of liability for infringements of
patents. These are, liability to an injunection; liability
(OS U, N, 330, 1882: salt Lake  road Co. r. Winans, 17 Howard,
City ». Hollister, 118 U. S. 256, 38, 1854.

[SS6. 153 National Mechanical Diree-
1 May o County of Mercer, tory Co. ». Palk, 121 F, R. 746,
30 Y. R, 248, 1887, 1903.
e Ree Cooley on Torts, p. 119, 131 May ». County of Mercer, 30

L York & Marvland Lane Ratl- 1 R 248, 18NT.
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to a recovery of infringer’s profits; and hability to a re-
covery of patentee’s damages.

The hability to an injunction can be enforced against
every person connected with & corporation, without mak-
g any person & defendant to the action in equity which
secks to enforce that liability; because a decree for an in-
junction against a corporation, can properly be made to
equally restrain all the officers, directors and stockholders
of that corporation from doing whatever the deeree for-
bids the corporation to do.'™ And the injunction will
extend to them cven though they enter the employ of
another who was not a party to the suit.!'™ Therefore, @
patentee can have no motive to sue such officer, director
or stockholder, for an injunction; except to impose on him
the burden of the expenses and costs of patent litigation.
That motive is not one which is apt to move a court of
equity into action, and therefore many such courts have
dismissed such representatives of corporations from suits,
which sought to make them defendants to prayers for
Injunctions. !’

155 Howard ». St. Paul Plow-
Works, 35 I. R. 747, 1888; IBos-
ton Woven Hose Co. 2. Star Rub-
ber Co., 40 . R. 167, 1889;
Mergenthaler Linotype Co. .
Ridder, 65 . R. 833, 1895;
Donaldson ». Roksament Stone
Co., 176 I*. R. 386, 1910.

188 Campbell ». Magnet Light
Co., 175 F. R. 117, 1909; but see
E. W, Bliss Co. 2. Atlantic Handle
Co., 212 F, R. 190, 1913.

157 Howard ». St. Paul Plow-
Works, 35 F. R. 744, 1888; Boston
Woven Hose Co. ». Starr Rubber
Co., 40 F. R. 167, 1883: Mergen-

thaler Linotype Co. ». Ridder, 65
¥, R. 854, 1895; Consolidated
Brake-Shoe Co. v. Chicago, P. &
St. I.. Ry. Co., 69 I'. R. 412, 1895;
Bowers v, Atlantic Gulf & Pacific
Co., 104 1. RR. 888, 1900; Loomis-
Manning Filter Co. 2. Manhattan
Filter Co,, 117 F, R. 325, 1902;
Farmers' Mfg. Co, 2. Spruks Mig,.
Co., 119 F, R. 594, 1902; Greenc
». Buckley, 120 I, R. 935, 1902;
Hutter . De(). Bottle Stopper
Co., 128 F. R. 283, 1904 (collates
authorities); Glucose Sugar Re-
fining Co. r. St. Louis Syrup Co,,
135 . R. 540, 1905; Cazier .
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This doctrine, however, does not go to the extent of
protecting an individual who is using the corporation
merely as a shield to protect him in his infringement,
and in such cases he may bhe sued without joining the
corporation.'* On the same principle an officer of a cor-
poration ay not resign his office pending a suit against
the corporation fur infringement and then continue the
manufacture of the article in controversy, as he 1s bound
by the decree and is punishable for violation of the In-
juirction.’ Likewise in the case of one who with knowl-
edge that others have been enjoined, takes over their
business and contitiues it to their profit, whether he was
actually employed by them or not.%°

It has even beei held that a corporation which owns the
majority of the stock of a subsidiary corporation and util-
izes the latter as one of its manufacturing departments
is direetly liable to an owner of a patent where the
patent has been infringed by the subsidiary corpora-
tion in the course of the business of the main corpora-
tion, 10!

No person is liable to a recovery of infringer’s profits,
except such profits as were made by himself; though the
profits made by 4 joint infringer with him, may have been

Mackie-Lovejoy Mfg, Co., 138
I°. R. 654, 1905.

Contra, in cases in which the
officer is personally active in
carrying on the nfringement:
Simplex LElectric Heating Co. e.
Leonard, 147 1. R. 744, 1906;
Whiting Safety Catech Co. .
Western Wheeled Scraper Co.,
14S . R. 396, 1905; Weston
Ileetrieal Inst. Co. ». IEmpire
tlectrical Inst. Co.  (discussing
athorities), 166G F. R, S67, 1909.

188 Calculagraph Co. 2. Wilson,
132 F. R. 20, 1904; Crown Cork
& Seal Co. ». Brooklyn Bottle
Stopper Co., 190 F'. R. 323, 1911.

18 Janney o. Pancoast, etc.,
Co., 124 F. R. 972, 1503.

180 Digmond Drill & Mach. Co.
v. Kelley Bros.,, 132 F. R. 978,
1904.

See Sections 108, 109.

81 Westinghouse Electric &
Mfg. Co. ». Allis-Chaimers Co.,
176 F. R. 362, 1910.
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much larger than any made by him.'® Where 2 person
has no connection with a corporation, except as an officer,
director or stockholder, he makes no profit frcm any
infringement committed by that corporation; except such
as he may receive in dividends or in salary. As long as a
corporation is solvent enough to pay over to a patentee,
all the profits which it mace from its infringement of the
patent of that patentee, there is no good reason for a
court of equity to go further in search of money for that
purpose. There is, therefore, no good reason for such a
court taking jurisdiction of any officer, director, or stock-
holder of the corporation, with a view of tracing into his
hands, the money needed to satisfy the patentee’s claim
for infringer’s profits. It follows that an officer, director,
or stockholder in a corporation is not liable to a recovery
of infringer’s profits, on account of any infringement
committed by the corporation; except where the corpora-
tion is so insolvent as to be unable to itself respond to an
execution for the amount of those profits.1%* And even
in that exceptional case, no person is liable to a recovery
of infringer’s profits, out of money received by him, as a -
fair compensation for services rendered io the corporation.
But in the exceptional case, dividends can be reached in
the hands of stockholders, and subjected to the payment
of the infringer’s profits; because a court of equity will
pursue the money of a corporation into whosesoever pos-
session it may be transferred, when that pursuit is neces-

162 Ellizabeth ». Pavement Co., Bowers ». Atlartic, Gulf & Pacific
97 U. S. 140, 1877. Co., 104 F. R. 888, 1900; Loomis-

1622 Boston Woven Hose Co. v. Manning Filter Co. ». Manhattan
Star Rubber Co., 40 F. R. 167, Filter Co., 117 F. R. 325, 1902;
15889; Mergenthdler Linotype Co.  Greene ». Buckley, 120 F. R. 955,
v. Ridder, 65 F. R. 854, 1895; 1902;Panzl ». Battle Island Paper,
Western Electric Co. ». Home ecte., Co,, 132 F. R. 607, 1904.
Telephone Co., 85 F. R. 661, 1898;
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sary to reach means for paying the corporate obliga-
tions, 164

§ 410a. The lisbhility to a recovery of patentee’s dam-
ages, depends upon different reasons from those which
negative or condition the liability to a recovery of in-
fringer’s profits; where those damages or those profits are
scught to be recovered from an officer, director, or stock-
holder of an infringing corporation. Judge Joun LOWELL,
in 1882, held that an action at law cannot be maintained
against the officers, directors, or shareholders of a corpora-
tion which infringes a patent, even where such persons
personally conducted the business which constituted the
infringement.’™ But that decision was expressly over-
ruled, in respect of the liability of directors, in 1899, by
Judge I'rancis C. LoweLL, when writing the opinion of
the majority of the Circuit Court of Appeals for the first
circuit.' Still, one of the three judges who heard that
case, dissented from the decision of the majority; and the
case did not deal with the hability of officers or stock-
holders. The compound question of the liability of officers,
directors, and stockhelders in such cases is important.
Upon it 'may sometimes depend the just reward of a meri-
torious inventor, and the just retribution of a willful
infringer. \ full explanation of the subject, is therefore
presented, in the next five sections of this book.

Y 411, Wrongs are divisible, in one aspect, into two
classes: wrongs of comunission and wrongs of omission.
Where an officer, director, or stockholder of a corporation

13 Mumma ¢. Potomace Co.,, 8 Inst. Co, v. Empire Electrical
Peters, 286, 1834; Curran . Ar- Inst. Co., 166 IF. R. 867, 1909.
kansas, 15 Howard, 311, 1833; '8¢ United Nickel Co. v. Worth-
Railroad Co. . Howard, 7 Wal- ington, 13 F. R. 393, 1882,
lnce, 409, 1868; Weston Electrical 185 National Cash Register Co.

». Leland, 94 F. R. 514, 1899.
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1s engaged in managing its business, and as a part of that
business manages and directs the infringement of a pat-
ent, that person is chargeable with a wrong of commission.
Where such a person has power to prevent his corporation
from infringing a patent, and omits to exercise that power,
and where the corporation therefore infringes that patent,
then that person is chargeable with a wrong of omission.
Where a person is an officer, director, or stockholder of a
corporation, but has no personal power to cause it to in-
fringe a particular patent, nor to restrain it from so doing,
that person is chargeable with no wrong of either sort.

-§ 412. Stockholders seldom have any power, merely as
stockholders, to control the action of their corporation in
such a matter of detail as the infringement of a particular
patent. Unless it can be shown that the stockholder
whom :t is sought to hold liable in a particular case, did
possess power of that kind, it is clear that the common law
will not compel him to respond in damages for any in-
fringement with which he was not personally connected.
If the law were otherwise, a man could lawfully be made to
suffer for wrongs which he did not commit, and could not
prevent, and from which he received no advantage. In-
deed, 1t is the general rule of the common law that mere
stockholders in a corporation are not liable for its debts, %
and if not liable for its debts, they surely ought not to
be liable for its torts.

§ 413. The officers of a corporation are the persons who
are charged with the superintendence and control of its
transactions. It is doubtless their duty to refrain from
directing infringements to be committed; and also to pre-
vent the agents and servants of their corporations from
committing infringements of patents when prosecuting the
corporate business. If such an officer directs and causes

108 Shaw ». Bovlan, 16 Indiana, 386, 1861.
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a specific thing to be done, which turns out to constitute
an Infringement, it 1s doubtless difficult to see why he
should be permitted to shift all the responsibility for the
tort upon the intangible corporation, that is to say, upon
the innocent stockholders as a body.

If an agent or a servant of a corporation commits an
infringement in the course of the corporate business, the
officers whose function it is to control that agent or that
servant are chargeable with a wrong of omission. They
are guilty of non-feasance in the performance of their
official duties. If their omission to prevent the infringe-
ment is the result of gross inattention on their part, they
are liable to the corporation for any loss it may incur on
account of the infringement; but it is otherwise if the omis-
sion resulted from an error of judgment.'®® Whether such
an officer is liable at common law to the owners of the
patent infringed, seems to depend upon other considera-
tions.

If an officer, in pursuance of his general authority,
directs a servant of a corporation to make a machine for
a particular purpose, which machine may be made so as
to infringe a patent, or may be made so as not to have that
effect, 1t seems that the officer is bound to see that it is
not made so as to infringe, and that if the servant makes
it In that way, the officer is liable to the patentee.’®® But
if a servant of a corporation, without any special orders
to do so, makes or uses or sells a thing which turns out to
be an infringement of a patent, it seems that no superior
officer 1s personally liable therefor at common law.!®
It appears reasonable that officers of corporations should

167 Spering’s Appeal, 71 Penn- ¢9 See Bath ». Caton, 37 Michi-
sylvania State, 11, 1872. gan, 202, 1877.

188 See Hewett £ Swift, 3 Allen
(Mass.), 425, 1862,



CHAP. XVII.]  COURTS, PARTIES, CAUSES 507

be bound to see that whatever they cause to be done is
done lawfully; but it would perhaps not be ordinarily
right to make them personally responsible to strangers
for acts spontaneously committed by their subordinates.

S 414. Directors of corporations, unlike other officers.
act only in a collective capacity. Where an entire board
of directors unanimously order a particular thing to be
done which will constitute an infringement of a patent,
and where that thing is accordingly done by the corpora-
tion’s agents or servants, there seems to be no reason why
those directors should not be held personally liable to an
action for that infringement. If the corporation is alone
liable in such a case, then crafty and dishonest men may
often manage to divide the spoils of infringement, and
leave nothing but an insolvent or dormant corporation
to be sued by the patentee. It would evidently be a re-
proach to our laws if such a scheme could be made to work.
Whoever attempts to defend the legal safety of such a
mode of reaping the harvest of another, should have his
attention called to the following sentence, written by Jus-
tice CaMPBELL, and approved by the Supreme Court,
and worthy to be quoted in every law-book, and remem-
bered by every man: ‘It is certainly true that the law
will strip a corporation or individual of every disguise,
and enforce a responsibility according to the very right,
in despite of their artifices.” 17

Where the action of a board of directors in ordering an
infringement, results from the votes of a majority only, the
relations of the minority voters to the resulting infringe-
ment must be different from that of the others. The
members of the minority ought not, in such a case, to be
held liable for the action of the board, or for its results,

10 York & Maryland L:ne Railroad Co. 2. Winans, 17 Howard,
40, 1854.
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unless they afterward adopt it by ratification. Where
an infringement is ordered by a quorum of a board of
directors, in the absence of the residue, the residue will
be freec from common-law liability for the wrong, unless
they afterward ratify it, or unless they are chargeable
with such gross non-attendance upon the meetings of the
board as justly causes them to be held responsible for
whatever is done by their colleagues in their absence.
The mere fact of being a director in a corporation is not
sufficient to render a person liable at common law for any
tort committed by that corporation or its managers or
agents."!

§ 415. But there is a statutory liability in such cases as
those which we are considering. Most of the States have
statutes which provide that, under various circumstances
therein specified, the officers, directors, or stockholders
of a corporation shall be personally liable for its debts
- or liabilities. Section 721 of the Revised Statutes of the
United States provides that: ‘““The laws of the several
States, except where the Constitution, treaties, or stat-
utes of the United States otherwise require or provide,
shall be regarded as rules of decision in trials at common
law, in cases where they apply.” Under this section of
the Revised Statutes, these laws of the States will prob-
ably have the same effect in a patent suit in a United
States court, that they would have in any action of
trespass on the case In a State court.”’? Such of the

71 Arthur 2. Griswold, 55 New  Black, 535, 1862; Leffingwell ».
York, 406, 1874. . Warren, 2 DBlack, 599, 1862;

172 MceCluny o, Silliman, 3 Pe- Hanger 1. Abbott, 6 Wallace, 537,
ters, 270, 1830;: McNeil v. Hol- 1867; Campbell ». Haverhill, 155
brook, 12 Peters, 84, 1838; Vance U. S. 614, 1895; Parker ». Hall, 2
». Campbell, 1 Black, 427, 1861; Fisher, 62, 1857; Parker 2. Hawk,

Hausknecht ». Claypool, 1 Black, 2 Fisher, 58, 1857; Rich ». Rick-
431, 1861; Wright ». Bales, 2 etts, 7 Blatch. 230, 1870; Hayden
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State statutes referred to as make stockholders, officers,
or directors responsible for the ‘‘liabilities”’ of their cor-
porations are clearly broad enough to cover liahilities
arising out of infringement of patents. Indeed Justice
STorY decided that such liabilities were covered by the
word ‘‘debts” in such a statute.’? In most of the States
the statutory, individual liability of officers, directors,
and stockholders of corporations is more limited than it
was inn Massachusetts when Justice STory made that de-
cision. It i1s outside the scope of this text-bonk to set
forth the details of the State statutes which bear tipon the
point. It will frequently happen that the controlling
legislative edicts, which relate to the matter, will be found
in the special charters of particular corporations, rather
than in the general statutes of the several States. The
general principle which runs through all such laws seems
to be that where a corporation is so managed that it can-
not be made to respond to lawful claims based on its con-
tracts or torts, those officers or directors who caused that
inability, or those officers, directors, or stockholders
who profited thereby, shall be made to respond in its
place.

§ 416. A consolidated corporation is liable to actions
in equity for infringements committed before the con-
solidation, by each of its constituents, if the property
and franchises which the consolhidated corporation ac-
quired from that constituent were of sufficient value, over
and above all paramount claims, to equal the profits
or damages sought to be recovered in such actions.!?*
This proposition results from the fact that equity regards

». Onental Mills, 15 F. R. 605, 174 Sayles v. The Lake Shore &

1883. Michigan Southern Railway Co.,
173 Carver ». Mfg. Co., 2 Story, Manuscript, 1878.

148, 1843.
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the property of a corporation as held in trust for the pay-
ment of its debts, and recognizes the right of creditors
to pursue that property into whosesoever possession it
may be transferred, unless it has passed into the hands
of a bona fide purchaser.!?

The hability of consolidated corporations to actions at
law, for Infringements committed by their constituent
corporations, before the consolidation, is a matter which
does not rest on common-law principles, so much as upon
the statutes of the States wherein those consolidated
corporations came into being, or upon the private Acts
which authorized the consolidations, or upon the charters
of the constituent orof the consolidated companies. When-
cver occasion arises to hold a consolidated corporation
liable to an action at law for such a cause, a proper au-
thority for so doing can probably always be found in one or
another of these sources.

§ 417. A plurality of patents may be sued upon in one
action, where the inventions covered by those patents
are embodied in one infringing process, machine, manu-
facture, or composition of matter; ! but not otherwise.”

175 Mumma, ». Potomac Co., 8
Peters, 286, 1834; Curran ». Ar-
kansas, 15 Howard, 311, 1853;
Railroad Co. ». Howard, 7 Wal-
lace, 400, 1S68.

78 Sevmour ». Osborne, 11 Wal-
lace, 516, 1S70; Bates ». Coe, 98

177 Nellis ». McLanahan, 6
Fisher, 286, 1873; Hayes v. Day-
ton, 8 F. R. 702, 1880; Barney .
Peck, 16 F. R. 413, 1883; Hayes
r. Bickelhoupt, 23 F. R. 184,
1885; Huber 2.  Sanitary
Depot, 34 F. R. 752, 1888;

U. 8. 48, 1878; Nourse ». Allen, 3
Fisher, 63, 1859; Gillespie 2. Cum-
mings, 3 Sawyer, 259, 1874: Hor-
man Patent Mfg. Co. 2. Railroad
Co., 15 Blatch. 444, 1879; Game-
well Fire-Alarm Telegraph Co. v.
Chillicothe, 7 F. R. 351, 1881;

Union Switch & Signal Co. ».
Philadelphia & Reading Railroad
Co., 68 F. R. 913, 1895; Louden
Mach. Co. ». Montgomery Ward
& Co., 96 F. R. 232, 1899; Russell
. Winchester Arms Co., 97 F. R.
634, 1899.
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The devices of the various patents sued upon may even
be distinct, but if by using them all in a single structure
they contribute to a common purpose they may be
joined in one bill.}8

This principle goes to the extent of permitting a patent
for a machine to be joined with a patent for the product
of the machine, when the alleged infringement consists
of the product.'

An apparent exception to the general rule prohibiting
the joining in one suit of causes of action on a plurality
of unrelated patents exists when the defendant has taken
a license under a number of patents and has expressly
agreed not to infringe any of them, in which event, instead
of bringing a number of separate actions at law, a single
suit may be brought in equity to enforce the provisions
of the agreement as to all the patents,1®

But any action based on alleged infringement, in one
process or thing, of a plurality of patents, may be sustained
by evidence that one of those patents was so infringed,
though the others were not; ®! and an action brought for

Nellis 2. Mig. Co., 13 I, R. 451,
1882; Lilliendahl ». Detweller, 18
F. R. 177, 1883; Consolidated
Electric Light Co. 2. Electric
Light Co., 20 F. R. 502, 1884;
Griffith ». Segar, 29 F. R. 707,
1887; Diamond Match Co. .
Ohio Match Co., 80 F. R. 117,
1897: Wilkins Shoe-Button Fas-
tener Co. 2. Webb, 89 F. R. 992,
1898; Continental Gin Co. .
F. H. Lummus Sons’ Co., 110
F. R. 390, 1901; Edison Phono-
graph Co. ». Victor Talking Mach.
Co., 120 F. R. 305, 1903; Electric
Goods Mig. Co. ». Benjamin

Electric Mig. Co., 169 I'. R. 832,
1909; Robinson ». Chicago Rys.
Co., 174 I. R. 40, 1909; Luten ».
Dover Construction Co., 189
F. R. 405, 1911.

178 Rose Mifg. Co. ». E. A.
Whitchouse Mig. Co., 193 F. R.
69, 1911.

17 Adrian Wire Fence Co. 1.
Jackson Fence Co., 190 F. R.
195, 1911,

180 Reece Folding Machine Co.
v. Earl & Wilson, 205 F. R. 539,
1913.

181 Matthews ». Mig. Co., 18
Blatch. 86, 1880; Green 7. City of
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alleged unlawful making, using, and selling may be sus-
tained by evidence of either of those three sorts of infringe-
ment.™  So also, an action may be based on infringement
committed during the first term, and on infringement
committed during an extended term, of any patent, and
may be sustained on proof of either or both of those in-
fringements. And several actions may be based on several
infringements of the same patent, committed at different
times by the same infringer.’%* It has also been held that
one action will lie for an infringement of a patent and an
infringement of a trade-mark, where the trade-mark
and the patent were both infringed together,® and also
that a bill will lie for both infringement of patent and
unfair competition by the infringement, and furthermore
that the IFederal court has jurisdiction of the cause of
action for unfair competition even though the parties
are citizens of the same State, if the acts of infringement
constitute the acts of unfair competition.!®

A bill by the equitable owner of a patent against the
holder of the legal title, to compel a transfer of the patent
and for infringement of the same patent 1s not multi-
farious, !

Ly, 8L F. R, 387, 1897; Chis-  Fleeee Underwear Co., 60 I'. R.

holm . Johnson, 106 F. R, 211, 622, 1804.

1001, 8T, B. Woods Sons’ Co. rn.
B2 Locomotive Truck Co, 2z, Valley Iron Works, 166 IF. R.

Railway Co., 10 Blateh., 293, 770, 1909; Onondaga Indian Wig-

872, wam Co. ». Ka-noo-no Indian
B3 Roemer oo Neumann, 23 Mig. Co., 182 F. R. 832, 1910.
I, . 447, 1885, 18 Prest-O-Lite Co. ». Avery

96 Jaros Underwear Co. o, Portable Lighting Co., 164 I'. R.
60, 1908.
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§ 421. One section of the Revised Statutes provides
that ‘‘ Damages for the infringement of any patent may be
recovered by action on the case.””! Another section pro-
l Revised Statutes, Section 4919.
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vides that ‘“ The practice, pleadings, and forms and modes
of proceeding in civil causes, other than equity and ad-
miralty causes, in the circuit and dis‘iet courts, shall
conform, as near as may be, to the practice, pleadings, and
forms and modes of proceeding existing at the time In

like causes in the courts of record of the State, within
which such cireuit or district courts are held, any rule of

court to the contrary notwithstanding.”’? Both these ap-

parently inconsistent provisions are contained in the same
enactinent. They must thercfore be construed together;

and effect must be given to both. This result is reached
by following Section 4919 as far as it necessarily goes, and
by conforming in other respects to Section 914.° With
this view, it has been held that the complaints and peti-
tions which are prescribed for civil actions by the codes
of sundry of the States, may be used in bringing actions
on the case for infringements of patents in Federal courts
sitting In those States, respectively; * and indeed, in one
case, it has been held that the forms of pleading and pro-
cedure in such an action in a Federal court should be the
same as those employed in civil actions in the State courts
of the State in which that Federal court is located.” But
in a later case, it has been decided, that the pleadings
in an action at law, for infringement of a patent, should
conform to the common law, even in a code State;® and
inasmuch as many of the States still employ common-law
actions and pleadings in their own courts, it 1s necessary
for pleaders to accurately know the proper characteristies

 Revised Statutes, Section 914. 5 Celluloid Mfg. Co. ¢. Zylonite
s Cottier . Stimson, 18 F. R. Co., 34 F. R. 744, 1838,

6490, 1883, ¢ Myers » Cunningham, 44
$AMay r. County of Mercer, 30 I R. 349, 1890.

F. R. 250, 1887.
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of a declaration, in an action of trespass on the case, for
the infringement of a patent.

§ 421a. An action at law lies for damages against one
who fraudulently procures a patent for an invention which
in fazt was made by another.’

§ 422. The proper parts of such a declaration are the
following: 1. The title of the court. 2. The ftitle of the
term. 3. The venue. 4. The commencement. 3. The
statement of the right of action. 6. The conclusion.

The true title of the United States District Court estab-
lished in Connecticut is ‘' District Court of the United
States for the District of Connecticut,” and the title of
the district court which is established in any other district
is the same, except as to the name of the district.?

The proper term of the court in which to entitle the
declaration, is the term at which the appearance of the
defendant is due.! It is unnecessary to entitle a declara-
tion in the name of the case in which it is filed; though it
is convenient to indorse that name on the back of the
declaration, for the purpose of enabling the document
to be readily found in a file.

The venue should be laid in the district, and division if
any, where the action is comnmenced, regardless of the dis-
trict or districts wherein the infringement was com-
mitted,

The commencement contains a statement of the names
of the parties to the action, and of the capacity in which
they respectively sue or are sued, if it is other than a
natural personal capacity. Though it is probably unneces-
sary, it is undoubtedly prudent to state the nation of which

7Le Brocque ». Childs, 158 1 Chitty on Pleading, 15th
k. R. 412, 1908. American Edition, p. 263.
8 Judicial Code, Section 1. 0 McKenna 7. Fisk, 1 Howard,
248, 1843.
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the parties are respectively citizens, and if that nation
is the United States, to allege also the particular State
of which the parties are ecitizens respectively. Where
either party is & corporation, that fact must be stated, and
the name of the State or other sovereignty wherein it was
created and exists should also be alleged. The commence-
ment properly closes with a brief reeital that the form of
action is that of trespass on the case.

S 423. The statenmient of the right of action should con-
tain the name and residence and citizenship of the inventor,
apon whose application the patent, on which the action
s based, was granted.

§ 424. The novelty and the utility of the invention must.
he put in issue by proper averments in the declaration; !
which averments include not only the general statement
that the invention was new and useful, but also those
details of the elements of novelty which are defined by the
statute,’* and which consist in actual newness In this
country, and technical novelty throughout the world.
But it is not necessary to state the particular time at which
the invention was made, so that it appears to have been
made before the application for the patent was filed.!®

§ 425. The statement of the right of action must also
aver that the invention was not in public use or on sale
in this country for more than two years before the inven-

692; Diamond DMatch Co. ».
OLio Match Co,, SO I, R. 117,

it Coop . Development In-
stitute, 47 . R. 900, 1891; Over-

man Wheel Co. ¢. Elliott Cycle
Ce., 49 . R. 859, 1892; Goebel ».
Supply Co., 55 I\, R, §27, 1893;
Ross v, ¥t. Wayne, 38 F. R. 407,
1893,

12 Revised  Statutes, Section
4886, ns amended Murch 3, 1897,
Chapter 391, Seetion 1, 29 Stat.

1897: Rubber-Tire Wheel Co. r.
Davie, 100 I'. R. 85, 1900; Elliott
& Hateh Book-Typewriter Co, ».
Fisher Typewriter Co., 109 I, 1.
330, 1901.

13 Wilder .
Blateh, 31, 1846.

McCormick, 2
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tor’s application for the patent.!* And where a declara-
tion is based on a patent which was applied for after 1897,
the statement of the right of action must likewise aver
that the invention was not patented or deseribed in any
printed publication, more than two years prior to the
application for that patent.?!

§ 426. If the patentee is neither a party to the action,
nor the inventor of the thing or process covered by the
patent, it is natural and proper to separately state his
name in order to fully and surely identify the patent. It
is well also to state his residence and his citizenship,
though there is no requirement of law on either of these
points.

§ 427. It 1s not necessary to state in a declaration the
particulars of the application for the letters patent, nor
the particulars of the proceedings of the Patent Office
In considering that application; ! nor to make any state-
ment about any application, except that the letters patent
were granted upon the application of the inventor named
in the declaration.”

§ 428. The declaration may indicate the letters patent
In the larguage of the grant, and make profert thereof;
and if that is done, it is not necessary to set out the speci-

4 Revised Statutes, Section 15 Revised Statutes, Section

4886; Gandy ». Belting Co., 143
U. 8. 592, 1892; Gray ». James, 1
Peters’ Circuit Court Reports,
482, 1817; Blessing ». Copper
Works, 34 F. R. 751, 1888;
Nathan Mfg. Co. = Craig, 47
F. R. 522, 189i: Consolidated
Briake-Shoe Co. ». Detroit Spring
Co., 47 I'. R. 895, 1890, Huyes-
Young, ete., Co. r. St. Louis Tran..
sit Co., 137 I, R. 80, 1905.

4886, as amended Murch 3, 1897;
29 Statutes at Large, p. 692,
Ch. 391, Section 1; Rubler-Tire
Wheel Co. v. Davie, 100 I'. R. 8,
1900,

18 Cutting v. Myers, 4 Washing-
ton, 221, 1818.

1 Wilder ». McCormick, 2
Blatch. 31, 1846; Luten ». Dover
Construction Co., 189 I°. R. 405,
1911,
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fication either verbatim or substantially; !* for the profert
imports the patent, by implication into the declaration."

Where a declaravion is based on a patent which was
granted before April 11, 1902, the declaration must state
that the letters patent were issued in the name of the
United States of America, under the seal of the Patent
Office, and were signed by the Secretary of the Interior,
or an Assistant Secretary of the Interior, as the case may
be, and countersigned by the Commissioner of Patents,
and that they were delivered to the patentee.? And
where a declaration is based on a patent granted after
April 11, 1902, the declaration must state that the letters
patent were issued In the name of the United States of
America, under the seal of the Patent Office, and were
signed by the Commissioner of Patents.*!

Inasmuch as patents are granted for various spaces of
time, 1t is necessary to state the particular term for which
the letters patent in suit were issued. It is necessary also
to plead the legal effect of the patent, by saying that it
did grant to the patentee, his heirs or assigns, the exclusive
right to make, use and vend the invention covered thereby,
throughout the United States and the Territories thereof.2?

y 429. Where the patent upon which the action is based
Is a reissue, the original letters patent should be set forth
precisely as though no surrender and reissue had occurred;
and in addition thereto, it is proper to state the particuiar
kind of defect which made the original a proper subject
of a reissue; and to state also that such defect arose from

s Cutting 2. Myers, 4 Washing-  p. 40; Cutting ». Myers, 4 Wash-
ton, 223, 1818. ington, 222, 1818.

v Graham », Earl, 82 I, R. 737, 21 32 Statutes at Large, Part I,
1897 Dyer ». Crvder, 153 F. R. page 95, Ch. 417.

767, 1907. 22 Revised Statutes, Section

m Revised  Statutes,  Section 4884,
ENN3; 25 Statutes at Large, Ch. 15,
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inadvertence, accident, or mistake, as the case may be, and
without any fraudulent or deceptive intention; and to
state that the original patent was surrendered, and who
surrendered it; and to state that the Commissioner of
Patents caused a new patent to be issued for the same
invention; and to state finally the name of the person to
whom such new patent was granted. These particulars
lie at the foundation of the right of the grantee of a reissuc
patent to receive such a grant; and although the reissue i
prima facie evidence that the truth on all these points
is favorable to the validity of the patent, it is none the less
proper to put those facts in issue by proper pleading. And
it is hardly prudent to venture a case on a more indefinite
form of pleading; though a more indefinite form of plead-
ing has once been held sufficient in such a case.*®

§ 430. Where a disclaimer has been filed, that fact
ought to be stated in the declaration, and its legal effect
ought to be indicated, because disclaimers constitute
amendments of original patents, and operate to vary their
scope.> In such a case also, the declaration ought to state
that the disclaimer was filed without unreasonable delay,
because that fact is necessary to the right of a patentee
tomaintaln a suit on a patent whichrequired a disclaimer.*>

§ 431. Where the patent in suit has been extended by a
special Act of Congress, and where the suit is partly or
wholly based on such extension, the declaration must
state the legal effect of the Act of extension, and it must.
specially show the particular space of time covered
thereby.

§ 432. Where the plaintiff is an assighee or grantee of

23 Spaeth 2. Barney, 22 1°. R. 25 Revised Statutes, Section
828, 1885. 4922.

24 Revised  Statutes, Section
1917.
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the patentee, it is safer to set forth all the mesne assign-
ments or grants down to him, than merely to state that the
exclusive right which was infringed by the defendant, came
to the plaintiff by assighment or by grant. And a declara-
tion must not only state how and when the plaintiff became
the owner of the patent right, but must also allege owner-
ship during the time of the infringement upon which the
declaration is based. Title papers should be set forth by
their legal effect, and not be copied bodily in the declara-
tion.

§ 433. No profert need be made in any declaration, of
any assignment or grant of any interest under letters
patent. But where the title papers of a plaintiff include
letters testamentary or letters of administration, he must
make profert of those documents. If profert is made of
any document of which it 1s not necessary, it will be
treated as surplusage, and will not entitle the defendant
to oyer.

§ 433a. The declaration must state, either that no
person ever made or sold the patented article under the
authority of the patent; or that such of the patented ar-
ticles as were thus made or sold, had the word ‘‘patented,”
together with the day and year the patent was granted,
fixed thereon, or when, from the character of the article,
this could not be done, then to the package wherein one
or more of them was enclosed; or otherwise that the de-
fendant was duly notified that his doings were an infringe-
ment of the patent, and continued, after such notice, to
infringe.®

§ 434. The statement of infringement should allege that
the defendant, without any license, did make, or that he
did use, or that he did sell, the subject of whatever claim
or claims of the patent the plaintiff intends to prosecute

2 Dunlap ». Schofield, 152 U. S, 244, 1894,
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at the trial; and that the infringement occurred within
the territory covered by the plaintiff’s title to the patent,
and within the time during which the plaintiff held the
title within that territory, and contrary to the statutes of
the United States, in such cases made and provided.

While an allegation of either making, using, or selling
will be sufficient in a declaration to show a cause of action,
no allegation of any one of these kinds of infringement will
support evidence of either of the others. A declaration
ought therefore to allege as many of them as the plaintiff
has any expectation of being able to prove.

§ 435. The time of the infringement is properly stated,
by alleging that it occurred on a specified day, and on
divers other days between that day and some later speci-
fied date; and no plaintiff will be permitted to prove in-
fringement outside of the space of time which he specified
in his declaration.? It is, however, held that it is not
necessary for plaintiff to plead the six-year statutory
period within which infringement must be shown to have
taken place in order to justify a recovery #* since although
the statute does not create a true statute of limitations
but on the contrary creates a condition of the right of
recovery, nevertheless the fact that no infringements have
taken place within the statutory period is a matter of
defence. Furthermore, the defendant need not specially
plead the restriction but may avail himself of it if it ap-
pears in the plaintiff’s case that no infringements have
taken place within that period, or the defendant may
prove the facts on his own behalf.2 This rule, of course,
applies equally well to appeals in equity when an account-

7 Eastman ». Bodfish, 1 Stc.y, - #®* Act March 3, 1897, Chap.
530, 1841; LePage Co. v. Russia 391, 29 Statutes, 694.
Cement Co.,, 51 F. R. 949, % Peters v. Hanger, 134 I, R.
1892, 586, 1904.
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ing of damages and profits is sought.*® Repeated infringe-
ments may be sued for in one action; * but all of the in-
fringements complained of in one declaration must have
been committed after the plaintiff obtained the title to
the patent, and before the beginning of the action. Where
the plaintiff 1s an assignee, and where he not only has rights
of action against the defendant, for infringements com-
mitted after the date of his assignment, but also has
purchased rights of action against the same party, for
miringements committed before such purchase, he must,
if he sues at law, bring a separate action for the latter
causes, and must bring that action in the name of the
person who owned the patent at the time they accrued.

§ 436. The damages incurred by the plaintiff on account
of a defendant’s infringement must be stated specially, be-
cause no particular damage necessarily arises from in-
fringements of patents, and therefore none is implied by
the law.?! The special damages to be alleged in any
particular case depend upon the circumstances of that
case: depend upon the particular criterion of damages
upon which the plaintiff relies. The various measures of
damages 1n patent cases are stated and explained in the
nineteenth chapter of this book. One or more of them
will be found to be applicable to every case which is likely
to arise. From among them, the pleader may select those
which he expects to be able to prove to be pertinent, and
may then draw his special statement of damages accord-
ingly. Such a special statement is required by the sub-
stantial principles of pleading, as well as by its technical
rules. Without 1t, the defendant would not be apprised
of all the issues of the case. He would not know, till the

2 See Section H79. 311 Chitty on Pleading, 396.
0 Wilder ». McCormick, 2
Blatch. 32, 15846.
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day of trial, whether the plaintiff would prove an estab-
lished royalty, or would prove loss or reduction of his
sales, or would prove reduction of his prices, as the
criterion of his damages. The defendant would therefore
have to go to court provided with witnesses on all these
points, or would have to trust his sagacity, and guess
which of these points he would be called upon to meet.
It was to prevent such inconveniences that written plead-
ings were originally designed; and for the same purpose,
among others, they are still retained in actions in courts.

§ 437. The conclusion of a proper declaration in a patent
case alleges that, by force of the statutes of the United
States, a right of action has acerued to the plaintiff to re-
cover the actual damages which the declaration specifies,
and such additional amount, not exceeding in the whole
three times the amount of such actual damages, as the
court may see fit to adjudge and order, besides costs. The
conclusion ends with the ancient allegation of bringing
sult.

§ 438. A declaration, though not drawn in due form, is
sufficient for practical purposes, if it contains all that is
essential to enable the plaintiff to give evidence of his
right, and of its violation by the defendant, and affords
to the defendant the opportunity of interposing every
defence allowed to him by law.?* Courts do not encourage
merely technical objections to pleadings, and even on
special demurrer, will seek to sustain those which, though
not technically accurate, are substantially sufficient for
the real purposes of pleading.

§ 439. Dilatory pleas in patent actions are not mate-
rially different in their nature and operation from corre-
sponding pleas in other common-law cases. It is therefore
unnecessary to treat those preliminary defences in this

32 Wilder r. McCormick, 2 Blatch, 37, 1846.
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book. Recourse may be had to the standard works on
common-law pleading for whatever information the patent
pleader may require upon the subject.

§ 440, The defences which are pleadable in bar to an
action, are very numerous in the patent law, and most of
them are peculiar to this branch of jurisprudence. Where
the facts appear to warrant so doing, a defendant may
plead: 1. That the matter covered by the letters patent
was not a statutory subject of a patent: or 2. That it was
not an invention: or 3. That it was not novel at the time
of its alleged invention: or 4. That it was not useful at
that time: or 5. That the inventor actually abandoned
the invention: or 6. That he constructively abandoned it,
by not applying for a patent on it, during the time allowed
by the statutes for such an application to be made: or
7. That the invention claimed in the original patent is
substantially different from any indicated, suggested, or
deseribed in the original application therefor: or 8. That
the patentee surreptitiously or unjustly obtained the
patent for that which was in fact the invention of another,
who was using reasonable diligence in adapting and per-
fecting the same: or 9. That the invention was made by
another jointly with the sole applicant: or 10. That it
was made by one only of two or more joint applicants: or
11. That for the purpose of deceiving the public, the de-
scription and specification filed in the Patent Office was
made to cover less than the whole truth relevant to the
invention, or was made to cover more than was necessary
to produce the desired effect: or 12. That the description
of the invention in the specification is not in such full,
clear, concise, and exact terms as to enable any person
skilled in the art or science to which it appertains, or with
which it is most nearly connected, to make, construct,
compound, and use the same: or 13. That the claims of
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the patent are not distinct: or 14. That the patentee un-
reasonably delayed to enter a needed disclaimer: or 15.
That the original patent was surrendered and reissued in
the absence of every statutory foundation thereof: or
16. That the claims of the reissue patent in suit are
broader than those of the original, and that the reissue
was not applied for till a long time had elapsed after the
original was granted: or 17. That the reissue patent in suit
covers a different invention from any which the original
patent shows was intended to be secured thereby: or 18.
That the invention claimed in the original patent, is sub-
stantially identical with an invention claimed in a prior
patent granted on the application of the same inventor:
or 19. That the patent was repealed: or 20. That the patent
legally expired before the alleged infringement began, or
hefore it ended: or 21. That the patentee made or sold
specimens of the invention covered by his patent, without
marking them ‘‘patented,” and without notifying the
defendant of his infringement: or 22. That the plaintiff
has no title to the patent, or no such title as can enable
him to maintain the action: or 23. That the defendant
has a license, which authorized part or all of the doings
which constitute the alleged infringement: or 24. That the
defendant has a relcase, discharging him from liability on
account of part or all of the alleged infringement: or 25.
That the defendant is not guilty of any infringement of
the patent upon which he is sued: or 26. That the plaintiff
is estopped from enforcing any right of action against the
defendant: or 27. That the cause of action sued upon, is
partly or wholly barred by some statute of limitation:
or 28. That the Commissioner of Patents has exceeded
his legal authority in granting or reissuing the patent.3?

~ § 441, The first fourteen and the twenty-eighth of these

| 13 See Section 148,
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defences assail the validity of original patents; and either
of them, if successfully maintained, will defeat any such
patent, and therefore defeat any action based thereon.
All of the fifteen are also applicable to actions based upon
reissue patents, for though a defective or insufficient
specification, or a defective or insufficient claim, or an
excessive claim, can be cured by surrender and 1zissue,?!
those faults arc sometimes retained and sometimes in-
troduced in reissues.

The fifteenth, sixteenth, and seventeenth of these
defences assaill reissues as reissues. To what extent
those defences, if successful, will affeet the patent, or the
action, are points which are explained in the chapter
on reissues.*

The eighteenth defence assails the validity of original
patents, and it may be applicable to all the claims of such
a patent, or it may be applicable to only some of them.
And a patent will not be invalidated throughout, by the
fact that one or more of its claims, less than all of them,
must be invalidated on this ground, any more than where
such invalidity arises out of any other reason.

The nineteenth defence, when true, will certainly be a
full one to any action based on alleged infringements
which were committed after the repeal of the patent.
Whether it will be a defence to any infringement com-
mitted before that time, will depend upon whether the
patent is repealed ab initio, or only wn futuro.

The twentieth defence will be available against any
patent which was applied for before 1898, where the de-
fendant can prove that the invention was patented with
the knowledge and consent of the inventor in some for-
eign country before it was patented in the United States,

*1 Revised  Statutes, Section 33 Sections 221 and 249 of this
1916. ' book.
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and that such foreign patent expired before the United
States patent purported to terminate. This defence, if
successful, will not affect the validity of the patent. It
will merely limit its duration to less than seventeen years.*

The twenty-first defence, if successful, will bar the ac-
tion, but it will not affect the patent. Any oral or written
notice of infringement, if given to the defendant without
stopping his infringement, will oust the defence as to sub-
sequent infringements.®

All defences from the twenty-first to the twenty-
seventh are without relevancy to the validity of the pat-
ent. Either of them may be partly or wholly successful,
according to the circumstances of each action, regardless
of the success or want of success which may attend the
other twenty-one.

§ 442, Such of these defences as can be established
from the face of the declaration, or of the letters patent
upon which the suit is based, or can be based upon a
fact of which the court will take judicial notice, may be
made by demurrer; but if so made and overruled, such «
defence cannot afterward be made in a plea, without
leave of the court.™

The ancient rules of common-law pleading would re-
quire a special plea for either of the twenty-eight defences
which are enumerated in Section 440, save only the de-
fence of non-infringement, and sometimes that of want of
title.®® But a loose and unscientific relaxation of that
part of those rules crept at one time into practical plead-
ings, both in England and America. The abuse was re-

38 Section 163 of this book. 38 Brickill ». Hartford, 37 1. R.
3 New York Pharmical Asso- 218, 1893.
ciation ». Tilden, 14 I, R. 740, % Stephen on Pleading, 160.
1882: Allen ». Deacon, 21 F. R.
122, 1884.
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formed in England in the fourth year of William the
Fourth; ¥ but in the United States it has continued,
except so far as it has been limited or enlarged by legis-
lation in particular States. But there was never any prin-
ciple which guided this departure from the ancient law,
and therefore no foundation for any science of the subject.
Where an authoritative precedent can be found for a
particular relaxation, that particular relaxation must be
regarded. In the absence of such a precedent, the safe
and proper course is to conform to the ancient common-
law rules, unless the pleader is willing to risk his defence
upon the theory that State statutes relevant to pleadings
are binding on Federal courts when trying patent actions
of trespass on the case. '

§ 443. The patent statute provides that five of the
twenty-eight defences may be made under the general
issue, accompanied with a certain statutory notice of
special matter.! Those are the defences which, in Sec-
tion 440 of this book, are numbered three, five, six, eight,
and eleven, respectively. Either of these five defences
may also be made under a special plea, instead of under
the general issue accompanied by notice, if the defendant
so determines.’> But if any defendant uses both these
forms of pleading for any one defence, the court will,
on motion, call upon him to select the one which he
prefers, and to abandon the other.#?

§ 444. Notices of special matter must be in writing,
and must be served on the plaintiff or his attorney at

W Stephen on Pleading, 158, Peters, 218, 1832; Day . Car-

W Revised Statutes, Section Spring Co., 3 Blatch. 181, 1854;
1920, as amended in 29 Statutes Henry ». United States, 22 Court
at Large, p. 692, Ch. 391, Sec- of Claims, 78, 1887.
tion 22, $ Read ». Miller, 2 Bissell, 16,

v vans oo Faton, 3 Wheaton,  1867.
131, IS1S; Grant . Raymond, 6
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least thirty days before the trial of the case.** No such
notice requires any order of court as a prerequisite thereto;
and depositions taken before the service of such a notice
are as admissible under it as if taken afterward.*® It is
not the purpose of the statute to oblige the defendant to
give notice of anticipating matter before taking deposi-
tions. Its only purpose is to give the plaintiff thirty days
before ‘the trial, in which to secure evidence to contra-
dict the testimony of the defendant’s witnesses, in case
the latter is untrue. Notices of special matter are not
required to be filed in court; and if filed they are not ex-
aminable by demurrers. Their sufficiency is decided at
the time of trial, by admitting or excluding evidence
offered thereunder.*

Notices of want of novelty must state the names of the
prior patentees, and the dates of their patents, where
prior patents are relied upon; and where pricr knowledge
or use is relied upon, such a notice must state the names
and residences of the persons alleged to have had the prior
knowledge of the thing patented, and where and by whom
it was used.” Where prior printed publications are relied
upon as negativing the novelty of the patented invention,
the statute does not say how such publications are to be
identified in such notices. But the Supreme Court has
decided that they must be pointed out with sufficient
definiteness to relieve the plaintiff from making an un-
necessarily laborious search therefor.®® In the Supreme
Court case just cited, a notice was held to be insufficient,
which stated that the patented thing was deseribed In a

H Revised  Statutes, Section 7 Revised Statutes, Section
4920, as amended 29 Stat. 692, 4920, as amended 29 Stat. 692.

o Teecse ». Huntingdon, 23 # Silsby »r. IFoote, 14 Howard,
Howard, 2, 1859. 218, 1852; also, Corrugated Metal

% Henry oo United States, 22 Co. o Pattison, 197 F. R. 577,
Court of Claims, 79, 1887. 1912. |
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certam book therein mentioned, but did not state in what
part of that book it was so deseribed. Notices of pricr
knowledge or use are sufficiently specific, when they
speeify the city in which that knowledge or use existed
or occurred, and give the names of persons who had
that knowledge, or who engaged in that use, and state
in what city those persons reside.” That is to say: the
word “where’” and the word “residence,” as those words
are used In the statute, refer to cities, villages, or towns,
as the ease may be, and do not refer to particular houses,
factories, or farms. In short, the answer must locate the
time and place of such use with such directness and cer-
tainty as will enable complainant to go upon the ground
and determine what acts are relied upon by the defend-
ant to constitute prior use.

The names of witnesses as such, need not be mentioned
in a notice, yet it is often necessary to use as witnesses,
persons who are named in the notice as having been en-
agaged in the prior use to be proved, or as having known of
the anticipating process or thing. Accordingly where a
notice alleges that A. B. used an anticipating machine in a
certain city, and that C. D. had knowledge of that prior
use, those facts may both be proved by E. F. without
mentioning his name in the notice.’! But if A. B. is the
only available person by whom to prove his prior use, or
if his testimony on that point is to be taken together
with that of others, his name must still be mentioned in
the notice: mentioned not as a witness to be called to
nrove a faet, but as the person who transacted that fact.

Notices need not state the particular time when an

2 Wise r. Allis, 9 Wallace, 737, 5t Planing-Machine Co. 2.
1869, Keith, 101 U. 8. 492, 1879:

“ Corrugated  Metal Co. ». Many o, Jagger, 1 Blatch. 376,
Pattizon, 197 IV, K. 577, 1912, 1848.
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anticipating printed publication was published, nor when
an anticipating process or thing was known or used; 3
but they must state the dates of all alleged anticipating
patents.®® If a notice does unnecessarily state a partic-
ular time, that statement will be regarded as harmless
surplusage, and a variance therefrom in the evidence
will not render the latter inadmissible.?

§ 445. Where any defence to a patent action can he
based upon a fact of which the court will take judicial
notice without evidence, that defence may be made
under the general issue without any special pleading.

§ 446. The first and second defences are those which
come within the rule of the last section relevant to judicial
notice. The first defence is applicable mainly or only
when a ‘“‘principle’’ has been patented, as for example
by the eighth claim of Morse,* or by the anaxsthesia patent,
of Morton and Jackson.”” The applicability of judicial
noticc to that defence is perhaps invariable.

But there appears to be no warrant for saying that the
second daefence need not be pleaded, where a patent is
assalled for want of invention, on account of prior facts
which must be p:~ved by evidence, in order to be acted
upon by courts.”® Justice requires that the plaintiffi be
notified beforehand of such a defence, as truly as of the
defence of want of novelty; for it may equaily be based
on facts outside of the patent, and outside of the knowl-
edge of the inventor and of the plaintiff.

2 Phillips ». Page, 2¢ Howard, % O'Reilly ». Morse, 15 How-

164, 1860. ard, 112, 1853.

% Revised Statutes, Section 5 Morton ». Infirmary, 5
4920. Blateh, 116, 1862.

54 Phillips ». Page, 24 Howard, % Brickill ». Hartford, 57 . R.
164, 1860. 217, 1893; Britton ». White Mfg.

5 May ». Juneau County, 137 Co., 61 F. R. 95, 1804,
U. S. 408, 1890.
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§ 447. The third defence may be based upon a special
plea, instead of on the general issue accompanied by
notice; and when that practice is adopted, that plea is
the only notice which the plaintiff can claim.*® It has been
held that special pleas, when used instead of notices,
must be filed at least thirty days before the term of trial,
or the plaintiff will be entitled to a continuance.®® This
holding was so reasonable that it ecan be supported on the
ground that every court has power to make reasonable
rules to regulate the time of filing pleas.S! A speeial plea
which has been stricken out by order of court, cannot
operate as a notice, and thus furnish the foundation of o
defence which requires a notice in the absence of a special
plea.t? And a plea or notice of want of novelty must state
that the anticipating fact occurred hefore the invention
claimed by the patent was made; for it 1s not enough to
state that the anticipating fact occurred before the date
of the patent.™

§ 448. The fourth defence is not among those which
can be made under the general issue accompanied by
notice. There is probably no case in which 1t has been
successfully made at law, without being set up in a special
plea. In the absence of such precedents, 1t would be un-
safe for a pleader to attempt such an innovation on the
rules of the common law.

8§ 449. The fifth and sixth defences always require evi-
dence outside of the patent, and outside of the doctrines
of judicial notice. They may be made under the general
issue accompanied by the statutory notiee,’! or under a

» fovans o, Eatou, 3 Wheaton, 2 Foote r. Silshy, 1 Blatch. -£15,
4, 1818. 1849,

“ Phillips ¢. Comstock, -+ Me- s Brickill ». [Iartford, 57 I, R.
.ean, 523, 1849. 219, 18493,

st Packet Co. v, Sickles, 19 Wal- o1 Rovised  Satutes,  Seetion

vee, 611, 1873, 4920, as amended 29 Stat, 692,
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special plea, but there is no reason to suppose that they can
lawfully be made under the general issue alone.

§ 450. The seventh defence is not based on any express
statute. Its foundation is the general spirit of the patent
laws; and it has been expounded in a number of cases,
beginning in the case of Railway Co. v. Sayles.®®* Evidence
to support it must always be drawn from outside of the
patent, and must be regularly introduced into the case.
This defence is therefore to be made by a special plea,
when 1t is made at all.

§ 451. The eighth defence-may be made either by the
general issue accompanied by notice,® or by special plea.
It applies to cases where another than the patentee pre-
ceded him 1n the first conception of the patented thing,
but did not precede him in adapting it to actual use. If
that other stopped with that conception, the validity of the
patent i1s not affected thereby, but if he used reasonable
diligence in adapting and perfecting the invention so
conceived, no subsequent inventor can have a valid pat-
ent, surreptitiously or unjustly obtained by him for the
same invention. Such a patent is surreptitiously obtained,
where the patentee appropriates the idea from the first
conceiver, and, exceeding him in speed, reduces the in-
vention to proper form, and secures the patent, while
the first conceiver is diligently laboring to adapt the in-
vention to use. Such a patent is unjustly obtained, if
it is issued to a subsequent inventor, when the first con-

¢ Railway Co. v. Sayles, 97
U. S. 563, 1878; Consolidated
Electrie Light Co. z. McKeesport
Light Co., 40 I'. R. 26, 1889;
Beach ». Box Machine Co., 63
. R. 604, 1894: Michigan Cen-
tral Railroad Co. ». Car-Heating
Co., 67 F. R. 120, 1895; Bowers .

4020, as
6492.

San Irancisco Bridge Co., 69
F. R. 644, 1895; Erie Rubber Co.
v. American Dunlop Tire Co., 70
I'. R. 62, 1895; Hulett ». Long,
15 App. D. C. 291, 1899.

¢ Revised Statutes, Section
amended 29 Stat.
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ceiver 1s using due diligence to reduce his invention to
practice.”” Where this defence is pleaded, all its elements
must be incorporated in the plea. The allegation of un-
just or surreptitious obtaining of the patent, must be
accompanied by an allegation that the first conceiver
was at the time using reasonable diligence in adapting
and perfecting the invention.®

Y 452. The ninth and tenth defences are based on the
fact that patents can lawfully be granted to no one but the
inventors of the things covered thereby, or to those who
represent them as assigns or legal representatives.®
Neither of those defences can ever receive any support
from the face of the patent, or from any fact of which any
court can take judicial notice. Both depend upon evidence
aliunde, and either must be interposed in a special plea,
for the statute does not include either among those de-
fences which may be made under the general issue accom-
panied by notice.”™

Ny 453. The eleventh defence mnay be set up under the
general 1ssue accompanied by notice,”! or in a special plea;
and in either way, this defence must be stated with partic-
ularity.’* Iuven where a patent does contain too much
or too hittle, this defence does not apply, unless the fault
was intended, and was intended to deceive the public.”
But those intentions will be implied from proof of the

“ Yates ». Huson, 8 App. D. C. 2 American Sulphite Pulp Co.
03, 1896. r. Howland Falls Pulp Co., 70
® Agawam Co. ¢ Jordan, 7 Wal-  F. R. 992, 1895.
lace, 583, 1868S. 72 Hotchkiss ¢. Oliver, 5 Denio
“ Sections 50 and 31 of this (N, Y.), 314, 1848; Celluloid Mfg.
hook. Co. ». Russell, 37 I!. R. 679, 1889;
* Butler ¢, Bainbridge, 29 FF. R.  Burke Electric Co. ». Independent
143, 1886. Pneumatic Tool Co., 232 I, R.

't Revised  Statutes, Nection 145, 1916,
4020, ax amended 20 Stat. 692,
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fact that the inventor knew the true importance of what
he wrongly omitted from his specification, or wrongly
inserted therein.”

§ 454. The twelfth defence is somewhat similar to the
first member of the eleventh; but unlike that, it cannot
he based on the general issue accompanied by notice;
and it does not require the clement of intention to deceive.
It 1s based upon that provision of the statute which makes
a full clear, concise, and exact description of the invention
a prerequisite to the jurisdiction of the Commissioner to
grant a patent.’® If a patent falls below the statutory re-
quirement in that respect, that patent is void.” .Whether
a given patent does so fall is a question of evidence and
not of construction.’” Therefore this defence cannot be
made by demurrer.”® This defence must be interposed in a
special plea; for neither the statute nor any precedent
contemplates its being based on the general issue, either
with or without notice; and still less does any rule of law
provide for its being made on the trial of an action without
being pleaded at all.

§ 455. The thirteenth defence is based on the statute
which requires that, before any inventor shall receive a
patent for his invention, he shall particularly point out,
and distinctly claim, the part, improvement or combina-
tion which he claims as his invention.” It is a defence of
decided merit, aimed by the policy of the law at nebulous

4 Electric Boot & Shoe Finish-  tilizer Co. ». Swift & Co., 100
ing Co. ». Little, 75 F. R, 276, I R. 451, 1900.

1896. 7 Loom Co. » Higgins, 105
% Revised Statutes, Section TU. 8. 580, 1881.

4888, *# Chase ». Fillehrown, 38 F. R.
1t O’Reilly v. Morse, 15 Howard, 376, 1893.

G2, 1853; Pacific Cable Ry. Co. ». " Revised Statutes, Section

Butte City Ry. Co., 38 F. R, 422, 4888.

1893; National Chemical & Fer-
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claims. The courts have not heretofore gone so far in
upholding this defence as the statute would justify.
Probably the strongest judicial language heretofore used
on the subject 1s that of the Supreme Court in the case of
Carlton ». Bokee® In that case Justice BRADLEY, In
delivering the opinion, said that: ¢ Where a specification,
by ambiguity and a needless multiplication of nebulous
claims, is calculated to deceive and mislead the publie,
the patent is void.” This defence may be made by de-
murrer; 8! because the question of the validity of a patent,
as against it, Is a question of construction of the docu-
ment, to decide which, a judge will seldom require aid
from other evidence than the letters patent themselves.
But a special plea is probably the best means of interpos-
ing this defence; though there is less meritorious necessity
for special pleading to support it, than there is to sup-
port any other defence which assails the validity of a
patent.

§ 456. The fourteenth defence is based upon the statute
which provides that where a new invention and an old
one are both claimed in a patent, the patentee may sus-~
tain an action on the former, but not unless he disclaims
the latter without unreasonable delay.’> That the old
invention was old, and that the delay to disclaim it was
unreasonable, are matters of fact depending upon evi-
dence. There is therefore no reason to suppose that this
defence can be made in any action at law, without a spe-
cial plea to give it entrance.

§ 457. The fifteenth defence goes to the jurisdiction of
the Commissioner to reissue the patent in suit. In the

0 Carlton ». Bokee, 17 Wallace, 2 Revised Statutes, Section
472, 1873. 1922,

81 Brickill ». Hartford, 49 I°. R.
373, 1892,
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chapter on reissues the defence is discussed with some ful-
ness.’® Whatever doubt may exist relevant to its scope, it
is clear that the questions which are involved in its appli-
cability to a particular case, are mainly questions of fact,
depending upon evidence in pais, and that a special plea
is therefore the proper means of bringing it to the atten-
tion of the court.

§ 458. The sixteenth defence originated in the year
1882,% and though not based on the letter of any statute,
it has been many times enforced. The first element in
its foundation is a point of comparative construction of the
original and the reissue patent. But inasmuch as a plain-
tiff, suing on a reissue, need not introduce the original
in evidence, even that element depends upon proof by
the defendant of the contents of the original. The second
element is a variable quantity, for the particular length
of time between the date of an original and the applica-
tion for a reissue patent, which will be fatal to a broadened
reissue, depends upon the circumstances of each case,
and those circumstances can be made known to the
court through evidence alone. These considerations
point to the propriety of disregarding this defence, in an
action at law, unless it is set up in a special plea, and
the plaintifi thus notified of what he must meet on the
trial.

§ 459. The seventeenth defence depends upon proof of
the original patent, and requires at least that amount of
evidence to support it. In cases where the question of
sameness or difference of invention is a complicated one,
courts may require the benefit of evidence on that subject
to ald them in deciding the point. In order to give both
sides an opportunity to produce such evidence, a special

33 Section 221 of this book. k4 Miller ». Brass Co., 104 U. 8.
350, 1882.
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plea seems necessary; but it has been decided that a gen-
eral denial of the declaration is enough.®?

§ 460. The cighteenth defence can be made by a de-
murrer in a case which 1s based on the prior patent, as well
as on its alleged double; % but in other cases it requires «
special plea, because it 1s a defence in éonfession and avoid-
ance of the declaration.

§ 461. The nineteenth defence will of course require
evidence of the record of the court which repealed the
patent. But as that record cannot be contradicted by
any evidence, and as no repeal could have been had with-
out the knowledge of the plaintiff or his privies, there
seems to be no meritorious reason why a special plea should
be Insisted upon to sustain this defence. But in the ab-
sence of a precedent, that will be the safest pleading for
the defendant to file.

§ 462. The twentieth defence demands a speciul plea,
where it 1s based on the expiration of a foreign patent on
the same invention as that of the patent In suit; because
the evidence to prove the existence and the expiration of
che foreign patent, must come from outside the patent
m suit, and must generally be supported by expert testi-
mony that the foreign patent produced is really one for
the same invention as the patent in suit. Indeed, the
defence may fail even then, for it cannot stand against
proof that the foreign patent was surreptitiously taken
out by another than the United States patentee, and
without his knowledge or consent. It would be unjust
to allow a plaintiff to be surprised on the trial of an action
at law, with proof of a foreign patent for his invention
granted to another, after his invention was made, but
before the date of his patent. Such a piece of evidence,

s Oregon Imp. Co. v, Excelsior “ Russell ». Kern, 64 F. R. 581,
Coal Co.,, 132 U. 8. 215, 1889. 1894.
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if unexplained, might limit the duration of the United
States patent, and thus perhaps defeat the suit. It is
clear, therefore, that no such issue ought to be sprung
upon a plaintiff when before the court. A special plea
is requisite to give him notice of a fact apparently so
unfavorable.

§ 463. The twenty-first defence can be made under the
general issue, for it must be negatived in the declaration.®

§ 464. The twenty-second defence can be made under
the general issue, where the defendant merely proposes
to argue that the plaintiff’s evidence does not make out
any title, or makes out no such title as enables himn to sue
in an action at law. But where the defendant attacks the
plaintiff’s title on the basis of a paramount assignment
to another, he ought to plead the defence specially,
for otherwise the plaintiff might be surprised on the
trial with evidence which, with a little time for prep-
aration, he could perhaps explain away, or perhaps
overthrow.

§ 465. The twenty-third and twenty-fourth defences
both required to be pleaded specially according to the
pleading rules of the ancient common law.?8 But under
the relaxation which obtained in England, in the eight-
eenth century, they could, in ordinary cases, have been
proved under the general issue.®® That relaxation does
not, however, deserve to be extended by any process of
reasoning by analogy; and it is possible that the courts
will hold that it does not apply to patent litigation in the
United States.

§ 466. The twenty-fifth defence is one to which the
plea of the general issue is, and always was, appropriate,
for it is a defence which consists simply in a denial of the

< Dunlap ¢ Schofield, 152 U. N, “ Stephen on Pleading, 158,
244, 1§94, » 1 Chitty on Pleading, 191.
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alleged infringement.” And cven where a proper defence
of non-infringement involves evidence of the state of the
art, the general issue is a sufficient plea under which to
make such a defence, because no notice to the plantiff
15 necessary to render such evidence admissible.?!

§ 467. The twenty-sixth defence is as proper in an ac-
tion at law as it 1s in an action In equity.’> Estoppels
in patent cases are like those Iin other cases, in that they
are divisible into three classes: Estoppels by matter of
record; by matter of deed; and by matter in pais. The
principles of estoppel constitute a systematie department
of the law, to the delineation and development of which a
number of text-writers have devoted careful and thorough
consideration. No extensive discussion of the subject
is therefore to be expected in this book. Something has
already been written about estoppel in pais, in connection
with the subject of implied licenses.®® And it may bhe
mentioned here, that a defendant is not estopped from
denying the validity of a patent, by the fact that he
formerly thought and represented it to be valid,*® or the
fact that he once made an application himself, for a patent
on the same invention.?” And something more may be
added in this place, about estoppels by matter of record,
and by matter of deed, for the patent precedents contain
a few cases in which those doctrines have been applied to

w Ntephen on Pleading, 160. »2 Dickerson ¢, Colgrove, 100
*t Dunbar 2. Myers, 94 U. 8. U. 8. 584, 1879; City of Con-
198, 1876; Liachus ». Broomall, cord ». Norton, 16 F. R. 477;
115 U. N. 434, 1885; Grier v. Wilt, 1883.
120 U. 8. 420, 1886; Jones 93 Section 313 of this book.
Cyphers, 126 F. R. 753, 1903; % De La Vergne Machine Co.
Morton ». Llewellyn, 164 ¥F. R. ¢ Featherstone, 49 F. R. 919,
693, 1908; Stevens ». Rodgers 1892,
Boiler & Burner Co., 186 F. R. % Page . Buckley, 67 F. R.
631, 1911, 142, 1895.
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controversies touching letters patent for inventions. But
the investigator will often need to resort to the standard
text-hooks on estoppel, when sceking for the law appli-
cable to such matters, as they may hereafter arise in patent
litigation; for the instances in which the doctrines of
estoppel have heretofore been applied to patent cases are
comparatively few. Those doctrines may, however, be
deduced from other kinds of causes, and then applied in
patent litigation with all their inherent forces.%

§ 468. Estoppel by matter of record arises out of the
doctrine of res judicata; and indeed that sort of estoppel
generally and properly passes under the name of that
doctrine. It is a requirement of public policy and of
private peace, that each particular litigation shall duly
come to an end, and that when once ended, it shall not be
revived. The law therefore properly requires that things
adjudicated shall not again be drawn In question between
the same parties, or between any persons whose con-
nection with the adjudication is such that it ought to
bind them all¥ But a person cannot invoke an adjudica-
tion, on the ground that he contributed money to or other-
wise assisted in the litigation which produced it, unless that
fact was known, at the time it occurred, to the party
against whom the adjudication is sought to be invoked.®

% Duboise ». Railroad Co., 3
¥isher, 208, 1871.

%7 Hubbell ». United States, 171
U. 8. 209, 189S; Bradley Mig.
Co. 7. Eagle Mig. Co., 57 T. R.
085, 1893; Westinghouse Electric
& Mig., .Co. v». Stanley IElec-
tric Mfg. Co., 117 F. R. 309,
1902.

% Cramer ». Singer Mfg. Co.,
93 F. R. 636, 1899; Lane z. Welds,

99 ¥. R. 287, 1899; Hanks Dental
Ass’'n ». International Tooth
Crown Co., 122 F. R. 74, 1903;
Penfield ». Potts & Co., 126 F. R.
475, 1903; Sacks ». Kufferle, 127
F. R. 569, 1904; Westinghouse
Electric & Mfg. Co. ». Jefferson,
etc.,, Co., 128 F. R. 751, 1904;
Jefferson Electrie, ete., Co. .

Westinghouse Eleetrie, ete., Co.,
139 F. R. 385, 1905; Foote ». Par-
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"This rule 1s based on the doctrine of mutuality of estoppel.
Nor can a user invoke the doctrine when sued for infringe-
ment, even though the article has been held to be an in-
fringement in & suit by the same complainant against the
manufacturer who supplied the article to the user.®? What
circumstances will cause a third party assisting in a defence
to be bound by a decree cannot be definitely stated. It
has been held that mere payment of costs does not cause
a manufacturer to be bound by a decree against a dealer
where it does not appear that the attorney for the de-
fendant was not under the exclusive control of the dealer.1®

Interlocutory decrees furnish no foundation for a plea
of res judicata. And it is only in respect of questions
actually litigated and decided in a prior case, that the
judgment is conclusive in another action.0Z

A final decree 1s pleadable, in a subsequent action, not-
withstanding the defendant may have new defences to
interpose: defences, which he did not deem it necessary
to make to the former suit, or did not learn of in time to
set them up in the former litigation.!® And final decrees
or judgments are not only binding on the parties to the

sons Non-Skid Co., 196 F. R. 951, Stromberg Motor Devices Co. .

1912.

»® Eldred 2. Breitwieser, 132

I. R. 251, 1904.

10 General Electrie Co. 9.
Morgan-Gardner Electro Co., 168
I'. R. 52, 1908.

101 Rumford Chemical Works .
Hecker, 2 Bann. & Ard. 359, 1876;
Roemer ». Neumann, 26 F. R.
332, 1886; Morss v. Knapp, 37
. R. 353, 1889; Harmon .
Struthers, 48 I, R. 260, 1891;
Brush Electric Co. ». Western
Electric Co., 76 F. R. 764, 1896;

Zenith Carburetor Co., 220 F. R.
154, 1915.

102 Bruise ». Peck, 54 F. R. 822,
1893; Mack ». Levy, 60 F. R. 751,
1894: Norton . Jansen, 81 I, R.
505, 1897.

13 Duboise ». Railroad Co., 5
Fisher, 210, 1871; Gloucester
Isinglass Co. v, LePage, 30 F. R.
371, 1887; Bradley Mfg. Co. .
Eagle Mfg. Co., 57 F. R. 989,
1893; Mack ». Levy, 60 I. R.
752, 1804.
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actions from which they resulted, but they are also con-
clusive against or for all persons who purchase interests
in the subject-matter of litigation after such decrees or
judgments are entered; !* or even before such entry,
if after the beginning of the action which resulted in those
judgments or decrees; 1% and also against or for persons
who openly assumed the control and expense of the former
litigation, even though not parties thereto.® So, also,
judgments by default, decrees pro confesso, and consent
decrees are pleadable as res judicata, if they are final in
their nature, with the same effect as are judgments or de-
crees which were rendered after long-contested litiga-
tions.’” But final consént decrees are not pleadable
against those who merely assume defence of the suit
without becoming parties on the record, where the
decree was entered without the consent of such par-
ties, 108

But in order to be binding on either party to a new ac-
tion, a former judgment or decree must be binding on

104 Consolidated Fruit Jar Co.
». Whitney, 2 Bann. & Ard. 33,
1875; Pennington ». Hunt, 20
F. R. 195, 1884; Norton ». San
Jose Fruit-Packing Co., 79 F. R.
793, 1897; Newton Mfg. Co. ».
Wilgus, 90 F. R. 484, 1808,

s Carroll ». Goldschmidt, 83
I, R. 509, 18G7.

106 United States Felting Co. ».
Asbestos Felting Co., 4 F. R. 816,
1880; American Bell Telephone
Co. 1. National Telephone Co., 27
F. R. 665, 1886; Eagle Mfg. Co.
». Miller, 41 F. R. 357, 1890; Kagle
Mfg. Co. ». Bradley Mfg. Co., 50
F. R. 193, 1891; Bradley Mig.

Co. v. Eagle Mfg. Co., 57 F. R.
085, 1893; National Folding-Box
Co. ». Dayton Paper Novelty Co.,
05 F. R. 991, 1899; D’Arcy .
Staples & Hanford Co., 161 F. R.
732, 1908; Gilchrist Co. v. Erie
Specialty Co., 231 I, R. 659, 1916.

107 Bradford ». Bradford, 5 Con-
necticat, 131, 1823; Davis v. Mur-
phy, 2 Rich. (8. C.) 560, 1846;
United States Packing Co. ».
Tripp, 31 F. R. 350, 1887; Carroll
v. Goldschmidt, 83 F. R. 509,
1897.

18 Stromberg Motor Devices
Co. 2. Zenith Carburetor Co., 220
F. R. 154, 1914,
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both. No former adjudication is pleadable in favor
of either party to a suit, unless it would have been pleada-
ble against him, if it had been rendered the other way.!"
But a decree may be pleadable against a complainant,
only on a single point in a subsequent case, though 1t .
would have been pleadable against the defendant on all
the points in that case, if it had been rendered the other
way; because to be rendered the other way, all those
points would have to be decided for the complainant,
whereas only one of those points might have to be decided
against the complainant, in order to necessitate a decree
for the defendant.!'’ On the other hand, a decree may be
nleadable for the complainant, only on the subject of the
validity of his patent, and not upon the question of its
infringement by the defeadant.!?

§ 466. Estoppel by matter of deed may also arise In
patent affairs.!'3 Where, for example, the alleged infringer
has by contract admitted the validity of the patent and
agreed not to infringe in the future,!* or where an assignor
or grantor of a patent right, afterward infringes the right
which he conveyed, he is estopped by his conveyance
from denying the plaintiff’s title,!'® or the validity of the
patent, when sued for its infringement,'!® even where the

105 Mack ». Levy, 60 F. R. 7562,
1894.

110 Ingersoll 2.  Jewett, 16
Blatch. 378, 1879; Dale ». Rose-
velt, 1 Paige (N. Y.), 35, 1828,
Paynes ». Coles, 1 Munford (Va.),
394, 1810; Greene ». City of Lynn,
55 F. R. 522, 1893.

1 Steam Gauge & Lantern Co.
2. Meyrose, 27 I. R. 213, 1886.

12 Bradley Mig. Co. v. Fagle
Mfg. Co., 57 F. R, 988, 1893.

113 OQn the question of such an
estoppel in favor of purchasers
from trustees in bankruptcy, re-
ccivers and the like, see Section
290 of this book.

114 American Specialty Stamp-
ing Co. ». New England Enamel-
ling Co., 178 F. R. 106, 1910.

115 Woodward ». Lasting Mach.
Co., 60 F. R. 234, 1894.

18 Consolidated Middlings
Purifier Co. ». Guilder, 9 F. R.
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invalidity is due to an unlawful reissue obtained after the
assignment,'” and even though the assignee at the time
of the assignment knew of the defects which rendered the
patent invalid,!® and even though the assignor had been
induced to part with his title on fraudulent representation
by the assignee.!’ This is likewise true of strangers who
are co-operating with him in the infringement; ' and also
of a corporation which is merely an incorporation of the
assignor; 12! or an incorporation of the assignor, and
strangers in collusion with him even though some of
the minor stockholders are innocent; 22 and also of one
who, although he had no interest in the title to the
patent nevertheless receives for his own benefit a portion

156, 1881; Adee ». Thomas, 41
I¥, R. 345, 1890; Corbhin Lock Co.
v, Yale & Towne Mfg. Co., 58
F. R. 565, 1893; Martin & Hill
Cash Carrier Co. 2. Martin, 67
I, R. 787, 1895; National Con-
duit Co. ». Conmuecticut Pipe
Mig. Co., 73 F. R. 491, 1896;
Daniel ». Miller, 81 ¥. R, 1000,
1897; Griffith z. Shaw, 80 F. R.
313, 1898; Smith ». Ridgely, 103
F. R. §75, 1900; Force ». Sawyer-
Boss Mfg. Co., 111 . R. 902,
1901; Consolidated Rubber Tire
Co. v. Finley Rubber Tire Co.,
116 F. R. 629, 1902; Continental
Wire Fence Co. ». Pendergast,
126 . R. 381, 1903; Automatic
Switch Co. r. Monitor Mfg. Co.
(diseussing question and collating
authorities in various circuits),
150 I°. R. 983, 1919).

17 Burdsall ». Curran, 31 F. R.
019, 1887.

118 Peele Co. ». Raskin, 194
F. R. 440, 1912.

19 Vacuum Engineering Co. .
Dunn, 209 F. R. 219, 1913.

120 Continental Wire Fence Co.
v. Pendergast, 126 F. R. 381,
1903; Frank v. Bernard, 131 F. R.
299, 1904; Climax Lock & Ventila-
tor Co. v, Ajax Hardware Mig.
Co., 192 F. R. 126, 1911; Mel-
lor ». Carroll, 141 F. R. 992,
1905.

12t Sjemens Halske Electric Co.
2. Duncan Electric Mig. Co.,
142 ¥, R. 157, 1905; Matthews
Gravity Co. ». Lister, 154 F. R.
490, 1906; Automatic Switch Co.
r. Monitor Mfg., Co., 180 T'. R.
083, 1910; Onondago Indian Wig-
wam Co. 7. Ka-Noo-No In-
dian Mfg. Co., 182 F, R. 832,
1910.

12z Mellor 9. Carroll, 141 F. R.
992, 1905.
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of the proceeds of the sale of the patent.!*® But the es-
toppel does not extend to a stranger merely because the
patentce or a previous owner is in the employ of the
former,'** unless the employment was for the purpose of
designing a device which would avoid infringement—
in which event if infringement is found the estoppel ap-
plies;!'? nor to a corporation which took over the business
in good faith without special reference to the patent.!*
Where a stranger is charged with the estoppel it must
be a case of actual co-operation between him and the
assignor, since, if he makes the infringing article merely
on the order of the assignor he is not estopped, at least
as to more than the particular machine which he made.'#
Nor does the estoppel extend to a corporation which
ecmploys the assignor to make for it articles under an
improvement patent of the assignor even though the
corporation knew of the assighment of the original patent
and even though the corporation is utilizing the improve-
ment patent under royalties.!® But such an assignor
or grantor 1s not estopped, by his conveyance, from show-
ing how narrowly the patent must be construed,!? except

23 Johnson Furnace & Eng.
Co. v. Western Furnace Co., 178
I*. R. 819, 1910.

124 Babeock & Wilcox Co. v,
Toledo Boiler Works Co., 170
I', R. 81, 1909.

125 Mergenthaler Linotyvpe Co.
r. International Typesetting Ma-
chine Clo., 229 I, R. 168, 1914.

126 Macey Co. ». Globe-
Wernicke Co., 180 F. R. 401,
1910.

127 Roessing-kirnst Co, o, Coal
& Coke By-Producets Co., 208
. R. 990, 1913.

28 Trussed Concrete Steel Co.
». Corrugated Bar Co., 214 F. R.
393, 1913.

120 Babcock 2. Clarkson, 63
I. R. 607, 1894; Western Tele-
phone Construetion Co. ». Strom-
berg, 66 I'. R. 651, 1895; Martin
Cash Carrier Co. ». Martin, 67
F. R, 787, 1895; Missouri Lamp
& Mfg. Co. ». Stempel, 75 T, R.
583, 1896; Noonan r¢. Chester
Yark Athletic Club Co., 99 T, R.
00, 1900; Alvin Mfe. Co. .
Scharling, 100 I*. R. 87, 1900:
smith ¢ Ridgely, 103 F. R. 875,
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to the extent to which he may have made representations
as to the scope of the patent as an inducement to the
sale.’® He may not, however, introduce evidence os-
tensibly for that purpose, but which in fact tends to show
that the patent isinvalid.!® The assignor is not, however,
estopped from testifying in derogation of the patent in
a suit by the assignee against a third party.!*!

§ 470. The defence of estoppel requires a special plea
to introduce it into a litigation. Thus, for example, 1If a
former judgment or decree is not pleaded as an estoppel
by a defendant, he refers the merits of the controversy
anew to the court. The former adjudication may be used
as an argument, but it cannot be relied upon as a bar,
unless it is set up in a special plea.!3?

$ 471. The twenty-seventh defence may be made by
demurrer,!*? but f not so interposed it must always be

1900; Hurwood Mig. Co. v. Wood,
138 I. R. 835, 1905; National
Recording Safe Co. 2. Interna-
tional Safe Co., 158 F. R. 8§24,
1908; Johns-Pratt Co. ¢. Sachs
Co., 175 . R. 70, 1909; Leather
Grille & Drapery Co. ©. Christo-
pherson, 182 . R. 817, 1910;
Rollman Mfg. Co. ¢. Universal
Hardware Works, 207 F. R. 97,
1913; Stundard Plunger Elevator
Co. v. Stokes, 212 F. R. 941, 1914;
Crown Cork & Seal Co. v, Carper-
Automatic, ete., Co., 229 1. R.
748, 1915; Automatic Switch Co.
v. Monitor Mfg. Co. (collating au-
thorities on the point in various
circuits), 180 ¥. R. 983, 1910;
conlra, Siemens Halske Electrie
Co. r. Duncan Electric Mfg. Co.,
142 F. R. 157, 1905.

130 Cross Paper Feeder Co. .
United Printing Machine Co.,
220 F. R. 313, 1915; Automatic
Switch Co. ». Monitor Mfg. Co.
(discussing docetrine of estoppel
in this connection), 180 ¥. R. 983,
1910; United Printing Machine
Co. v. Cross Paper I'eeder Co.,
227 ¥. R. 600, 1915.

13t Delaval Separator Co. 2.
Vermont Farm Mach. Co., 135
F. R. 772, 1904. But see Siemens
Halske Co. . Duncan, 142 F. R.
157, 19n3,

1321  Chitty on Pleading,
509.

133 Brickill v. Hartford, 49 F. R.
373, 1882.

Contra, Peters ». Hangar, 134
F. R. 586, 1904,
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specially pleaded by the defendant, or it will be dis-
regarded by the court.’®™ No defendant can avail
himself of any statute of limitation, upon the general
Issue. 13

§ 472. A national statute of limitation for patent suits,
has been in existence and in force since the beginning of
1898. That statute provides that there shall be no money
recovery In any such suit, for any infringement committed
more than six years before the beginning of such an ac-
tion,!36

§ 476. State statutes of limitation can never apply to
any right of action under a patent, if that particular right
is subject to the running of a national statute of limita--
tions.'® This point of law follows from the fact that the
States have no right to control the operation of the patent
laws;!%¥ and from the fact that Congress never adopted
State laws for the government of Federal courts in any
case where the constitution, treaties or statutes of the
United States specially attend to the subject.?®

§ 477. State statutes of limitation, on actions based
on torts unaccompanied by force, apply to such actions
for infringements of patents, as are not subject to any
national statute of limitation.4

§ 477a. The twenty-eighth defence may be raised by

134 1 Chitty on Pleading, 498. County of Logan, 30 F. R. 256,
115 Neale ». Walker, 1 Cranch’s  1887.

Circuit Court Reports, 57, 1802. 138 M'Culloch ». Maryland, 4
Confra, Peters ¢. Hangar, 134 Wheaton, 436, 1819.

F. R. 586, 1904. 19 Revised Statutes, Seection
138 29 Statutes ut Large, p. 694, 721; Section 34 of the Judiciary

Ch. 391, Section 6. Act of 1789; 1 Statutes at Large,
137 Sayles ». Oregon Central  Ch. 20, p. 92.

Railroad Co., 4 Bann. & Ard. 146 Campbell ». Haverhill, 155

429, 1879; Hayden v, Oriental  U. 8. 613, 1895,
Mills, 22 1. R, 103, 1881; May 2.
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answer, unless the illegality appears on the face of the
patent.!*!

§ 478. Replications and subsequent pleadings are sel-
dom required in patent cases, because, most of the pleas
applicable to such cases are pleas in bar by way of traverse,
and not by way of confession and avoidance.!'*> The
principal exceptions are the plea of a license, the plea of a
release, and the plea of a statute of limitation. If the
plaintiff purposes to deny the existence of a license or
release, as the case may be, his replication should be by
way of traverse to the plea, and should conclude to the
country, and thus tender issue. So, aizo, if the plaintifi
can show that the license or release covered only a part
of the infringement covered by the declaration, the gen-
eral replication by way of traverse will be sufficient.!*
If the plaintiff cannot deny the existence of a full paper,
but purposes to show that it was obtained by duress or
by fraud, or that it has been effectually revoked, his
replication will state the facts by way of confession and
avoidance of the plea, and will conclude with a verifica-
tion. It will then be the duty of the defendant to file a
rejoinder to the replication. If he can deny the duress, or
the fraud, or the revocation, as the case may be, his re-
joinder will be by way of traverse, and will conclude by
tendering issue. If, however, he cannot deny the truth of
the replication, but can avoid its effect by showing that
the plaintiff freely ratified the license or release after the
alleged duress terminated, or the alleged fraud became
known to him, or that he annulled the revocation after
making it, then the defendant’s rejoinder will be by way
of confession and avoidance, and will conclude with a

141 Weston Iclectrical Inst. Co. 142 Brickill 2. Hartford, 57 . R.
v. Empire Electrical Inst. Co., 136 219, 1893.
F. R. 599, 1905. 143 1 Chitty on Pleading, 596.
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verification, and will render necessary a sur-rejoinder
from the plaintiff, denying the truth of the rejoinder, and
putting himself upon the country.

§ 481. A similiter must be filed or added by or on behalf
of the other party, whenever either the plaintiff or defend-
ant properly tenders issue. As the party to whom issue is
well tendered, has no option but to accept it, the similiter
may be added for him. It is a mere matter of form, but
it is a form which should always he attended to in common-
law pleading. Its omission has sometimes constituted a
fatal defect.!!!

§ 482. A demurrer may be interposed by either party in
an action at law, to any pleading of his opponent, except
another demurrer.'® When a demwrrer is interposed, the
court will examine all the pleadings in the case, and will
generally deeide against the party who first filed a sub-
stantially defective one.''*® The principal exception to
this rule is, that where the declaration is the pleading
demurred to, the demurrer will not be sustained if it is
too large; that is, if it is pointed at an entire declaration,
some independent part of which is good in law.¥ This
exception does not apply to demurrers to pleas,!*® or
replications,'* or rejoinders,'™ for it is in the nature of
those pleadings to be entire, and if bad in part, to be bad
for the whole.

§ 483. Demurrable declarations occur in patent cases
when the patent appears to be void on its face, or by reason
of some fact within judicial notice; or when the plaintiff’s
pleader omits some of the allegations which are necessary

44 Earle ». Hall, 22 Pickering 17 1 Chitty on Pleading, 665.

(Mass.), 102, 1839. 148 ] Chitty on Pleading, 546.
135 1 Chitty on Pleading, 661, 149 | Chitty on Pleading, 644.
666. 50 | Chitty on Pleading, 651.

148 1 Chitty on Pleading, 668,
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parts of such a pleading; or when he makes those allega-
tions in improper form; or where he makes the statement
of infringement cover a space of time, part or all of which
is remote enough to be barred by the statute of limitation.
It will rarely occur that the whole of an infringement de-
clared upon can plausibly be claimed to be thus barred;
but it may not be unknown for declarations to allege that
the infringement sued on began at a point of time more
than six years before the beginning of the action, and was
continued till after that limit was passed. If, in such a
case, the defendant would interpose the statute of limita-
tion to that part of the infringement which occurred more
than six years before “.ae bringing of the suit, he may do so
by a special demurrer aimed at the questionable part of
the right of action. If, in such a case, he demurs generally
to the whole declaration, his demurrer will he overruled,
because it will appear on the argument that an independ-
ent, divisible part of the right of action sued upon is un-
barred by the statute.!™

Y 484. Demurrable pleas oceur in patent cases when-
ever the facts stated therein constitute no defence to the
action; or when they are in improper form; or when the
statute of limitation is pleaded to the whole of a right of
action, only a part of which is old enough to he barred
thereby ;for a plea which is bad in part, is bad altogether. !>

§ 486. A joinder in demurrer is the proper response to
such a pleading In a patent action, as well as any other.
If a plaintiff attempts to demur to a demurrer, or refuses
to join issue of law upon it, he thereby discontinues his
action; and if a defendant does so he discontinues his
defence.!*® But the actual filing in writing of a joinder in

st [ Chitty on Pleading, 665.  Section 33; 1 Chitty on Pleading,
1521 Chitty on Pleading, 546. 169,
153 (tould’s Pl(‘:lfl‘illgﬁ, ('h. 1N,
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demurrer is generally waived, and demurrers are generally
brought on for argument without that formality.

When a demurrer to an entire declaration is sustained,
on a ground which cannot be cured by amendment, the
plaintiff may file an exception, and take the case to the
Cireuit Court of Appeals for a review of the deeision upon
the demurrer; and he must do so, or abandon his action.
But where a demurrer to a declaration is overruled, the
defendant may either file an exception and take the case
to the Circuit Court of Appeals for review, or may obtain
leave of court to file a plea to the declaration. If he takes
the latter course, he cannot set up in that plea any defence
which was set up In the overruled demurrer. And if his
other defences fail on the trial, and he afterward takes
the case to the Circuit Court of Appeals, he cannot get a
review of the decision of the Distriect Court overruling
his demurrer to the declaration. For this reason, it is not
wise to trust any vital defence to the earriage of a demur-
rer, except where the defendant has no other vital defence,
or except where he is certain that his demurrer will not be
overruled.

Where a demurrer to a plea is sustained, on a ground
which cannot be cured by amendment, the defendant may
file an exception, and take the case to the Cireuit Court of
Appeals for a review of the decision upon the demurrer;
or he may go to trial upon any other plea which he may
have filed, and which has not been demurred to, or has
repelled a demurrer. If he takes the latter course, and is
beaten on the trial, and afterward takes the case to the
Circuit Court of Appeals, he ought, in that tribunal, to
goet a review of the decision of the Distriet Court sustain-
ing the demurrer to his plea; for he could not prevent the
filing of that demurrer, and without such a review can get.
no appeal from the decision of the District Court sustain-
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ing it. But where a demurrer to a plea is overruled, the
plaintiff must stand by that demurrer, and take the case
to the Cireuit Court of Appeals upon that issue alone, or
if he goes to trial without doing so, he will thereny waive
his demurrer; and if he 1s unsuccessful on the tral, and
thereafter takes the case to the Circuit Court of Appeals,
he cannot secure in that court a review of the decision of
the court below, overruling his demurrer to the plea.

§ 487. The trial of an action at law for infringement of
a patent may be by a jury, or by a judge, or by a referee.
The first of these sorts of trial is the only proper one,
except in cases where both parties agree to substitute one
of the others. Cases of the kind may be tried by the
judge, where the parties file with the clerk a stipulation’
in writing waiving a jury; !’ and trial by a referee ap-
pointed by the court, with the consent of both parties,
is a mode of trial fully warranted by law,!33

§ 488. Trial by jury must, in the absence of contrary
consent by the parties, be by a jury of twelve men. Una-
nimity is necessary to a verdict of a jury in a Federal
court, even in California or Nevada; though the statutes
of those States provide that in their courts, a legal verdict
may be found when three-fourths of the members of a
jury agree. The laws of those States on that point are
not covered by Section 721 of the Revised Statutes, and
so made rules of decision in Federal courts; because the
Federal Constitution otherwise provides. That provision
is found in its seventh amendment, and in the following
language: ““‘In suits at common law, where the value in
controversy shall exceed twenty dollars, the right of trial
by jury shall be preserved.” It is true that unanimity
was not necessary to the verdicts of juries in England till

131 Revised  Statutes, Section 138 [Jeckers ». Fowler, 2 Wal-
G40, lace, 123, 1864,
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after the reign of Edward the Iirst,'™® and that it was
never required in Scotland.'” But the kind of ““trial by
jury,’’ known in England and in the United States when
the seventh amendment was proposed by Congress,!'™
and when it was ratified by three-fourths of the States,!"*
is doubtless the kind of trial guaranteed by that amend-
ment.’™ Therefore, no law providing for any other kind
of trial by jury can be enforced in a United States
court.

§ 489. The practice in actions at law in the Federal
courts is not uniform throughout the United States. There
are no general rules governing the District Courts when
sitting as law courts. When thus sitting, each District
Court is governed, in matters of practice, by the laws of
the State in which it is established, so far as those laws are
applicable; 1! and on points where no law exists, 1t is gov-
erned by rules or customs of its own making or observance.
No Act of Congress is necessary to enable a United States
court to make and enforce its own rules of practice. It
is only necessary that such rules be not repugnant to the
laws of the United States,!®*

§ 490. The rules of evidence which are used in the trial
of patent causes are the ordinary rules of the common law,
as modified by the statutes of the particular States in
which such trials occur,!®® and as adapted to the circum-

196 Bracton, Liber IV, Ch. 19;
IFleta, Liber IV, Ch. 9; Britton,
Liber II, Ch. 21.

157 Barrington on the Statutes,
’h. 29, p. 20; 17 & 18 Victoria,
Ch. 59; 22 & 23 Victoria, Ch. 7;
31 & 32 Victoria, Ch. 100, Sec-
tion 48. ‘

158 September 25, 1789.

139 November 3, 1791.

180 Thompson ». Utah, 170 U. S.
349, 1808.

181 Revised
914.

162 Heckers ». Fowler, 2 Wal-
lace, 123, 1864.

163 Vance ». Campbell, 1 Black,
427, 1861; Hausknecht 2. Clay-
pool, 1 Black, 431, 1861; Wright ».
Bales, 2 Black, 535, 1862.

Statutes, Section
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stances of patent litigation by the decisions of the United
States courts.

§ 491. Evidence to support his declaration must of
course be introduced by a plaintiff in a patent suit before
the defendant can be called upon to prove any defence.
Where the complainant or the defendant is a corporation,
and that fact is not admitted in the defendant’s plea, it
must be proved by the plaintiff; and it may be proved by
a certified copy of its charter or articles of incorporation.
Aside from that preliminary matter, the first item of the
plaintiff’s evidence consists of the letters patent sued
upon, or of a written or printed copy of the same, authenti-
cated by the seal and certified by the Commissioner or
the Acting Commissioner of the Patent Office.!®* Either
the letters patent, or such a copy thereof, is prima facic
evidence of the validity of the letters patent, unless it
appears on its face not to be such a form of document
as the statute prescribes.!® This presumption is strength-
ened by the circumstance that the alleged anticipating
patent was considered by the Patent Office in connection
with the application for the patent in suit.'®® And the pre-
sumption is weakened by the circumstance that closely

184 Revised Statutes, Section I, R. 996, 1898; Consolidated

892.

185 Hunt Bros. Fruit Packing
Co. ». Cassidy, 53 . R. 259, 1892;
Singer Mfg. Co. r. Brill, 5 F. R.
383, 1892: Holloway . Dow, 5t
F. R. 514, 1893; Harper & Rey-
nolds Co. 2. Wilgus, 56 F. R. 588,
1893; Chase ». Fillebrown, o8
F. R. 376, 1893; Schwarzwaelder
». Detroit, 77 F. R. 889, 1896;
J. JJ. Warren Co. v. Rosenblatt, 80
I'. R. 540, 1807; Wilkins Shoe-
Button Fastener Co, r. Webb, 89

R’y Co. ». Adams & Waestlake
Co., 161 F. R. 343, 1908; San
Francisco Cornice Co. ». Beyrle,
195 F. R. 516, 1912; Consolidated
Contract Co. ». Hassan Paving
Co., 227 F. R. 436, 1915.

188 Hale & Kilburn Mfg. Co. ».
Oneonta, ete., R’y Co., 129 F. R.
598, 1904; Beckwith ». Malleable
Iron Range Co., 174 . R. 1001,
1910: New Jersey Wire Cloth Co.
p. Buffalo Expanded Metal Co.,
131 F. R. 265, 1904.
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similar prior references were not interposed or considered
by the Office In the prosecution of the application.!®
But the printed memorandum, which is usually made at
the head of the specification of a patent, and which states
the date of the filing of the application for that patent,
15 not even prima fecie evidence of that date.’ That
point, if it is material in a particular case, must be proved
by a certified copy of the application itself. The letters
patent themselves are also conclusive as against collateral
attack in an infringement suit that all formal requisites
to issuance have been complied with, except such as may
~appear on the face of the patent.!®

 492. Reissue letters patent are also prima facie evi-
dence of their own validity, on all of the three points which
are involved in that question. They are so in respect of the
fiftecenth defence; because the fact that the Commissioner
assumed jurisdiction, by treating the original letters pat-
ent as a proper subject for a reissue, is at least prima facie
evidence that he had jurisdiction.' They are so in re-
spect of the sixteenth defence; because the presumption
Is that the Commissioner knew the law, and, knowing i,
would not grant a broadened reissue after a long lapse of
time from the date of the original.'”! They are so in re-
spect of the seventeenth defence; because the presumption
is that the Commissioner would not violate the law, by
eranting a reissue for a different invention from any which

167 American Soda Fountain Co.  Co. v. Maurer, 44 F. R. 620, 1890;

r. Sample, 130 F. R, 145, 1904;
Westinghouse Eleetrie & Mg,
(0. ». Toledo, P. C. & I.. R’y Co.,
172 F. R. 371, 1909; Elliott & Co.
. Youngstown Car Mig. Co., 181
F. R. 345, 1910.

188 International Terra Cotta

See Section 129 of this book.

169 Wayne Mig. Co. ». Cofficld
Motor Washer Co., 227 F. R.
087, 1915.

170 Brooks ». Bicknell, 3 Me-
Lean, 258, 1843.

171 Clark ». Wooster, 119 U. 5.
326, 1886.
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the original letters patent shows was intended to have been
claimed therein.

§ 494. It is an undoubted presumption of law that
letters patent, which appear on their face to be in full
force, are so in fact. Such a document is therefore prima
facie evidence that it neither has been repealed by a decree
of court, nor has expired because of the expiration of some
forcign patent for the same invention. It follows that
neither the nineteenth nor twentieth defence needs to be
anticipated by a plaintiff when introducing his prima
facie evidence.

S 495. After introducing the letters patent in evidence,
unless the plaintiff is himself the patentee, his next step
1s to prove his title to the right, upon the infringement of
which the action is based. Where the letters patent were
originally granted to an assignee of the inventor, they are
prima facie evidence of title in that assignee. But
where the plaintiff obtained his title after the letters pat- -
ent were granted, he must prove himself to have been the
assignee of the patent, or at least a grantee under it as to
the territory wherein the alleged infringement occurred,
when that infringement occurred. He may do either of
these, by properly introducing in evidence the original
assignments or grants which constitute his chain of title.

Where such a document was acknowledged before a
notary public, or other magistrate specified in the statute,
the certificate of that acknowledgment is prima facie
evidence of the execution of the document.’?® In the ab-
sence of such an acknowledgment, it is necessary to prove

172 Whitcomb ». Coal Co., 47 391, Section 5, p. 693; De Laval
I'. R. 655, 1891; Elliott-Fisher Separator Co. . Vermont Farm-
Co. ». Underwood Typewriter Mach. Co., 109 F. R. 813, 1901
Co., 176 I'. R. 372, 1909. Lanyon Zine Co. ». Brown, 1153

17320 Statutes at Large, Ch. I'. R. 154, 1902.



HH() ACTIONS AT LAW [cHAP. XVIII

such a paper according to the rules of the common law.
When proceeding under those rules, to prove a paper
which appears to have been subscribed by a witness, as
well as by the grantor or assignor, the first step is to pro-
duce that witness, and take his testimony to the fact and
the genuineness of his signature; or if he cannot be pro-
duced, the first step consists in proving, if possible, what
has become of him, and if that is impossible, in proving
that fact.’ ‘When this step has been taken, and also
where there is no subscribing witness to the document
to be proved, it can be proved by testimony of the genuine-
ness of the signature of him who executed it, as assignor
or grantor, as the case may be. Where an original assign-
ment or grant, which 1s essential to the plaintiff’s title,
cannot be produced, its character may be proved according
to the rules of the law of evidence relevant to such cases.

Whether a certified copy of the Patent Office record of
an assignment or grant of a patent 1s admissible evidence
of the original document or of the Patent Office record
thereof, is a question which was long ago decided in the
affirmative,’* and afterward was decided in the negative,!?”
and then in the affirmative again,'"® and finally again in
the negative.'”” Assuming the negative decisions to be

173 "Phis is the old ecommon-law
rule.  In most jurisdictions it will
be found to have been abrogated
either by statute or judicial deci-
sion. See Wigmore on Evidence.
Sections 1290 ¢l sey.

74 Brooks r. Jenkins, 3 McLean,
436, 1844; Parker ». Haworth, 4
MecLean, 370, 1848; Lee 2. Blandy,
2 Fisher, 91, 1860; Dederick ».
Whitman Aereultural Co., 26
I. R. 763, 18S86; National I'olding

Box & Paper Co. ». American
Paper Pail & Box Co., 55 . R.
188, 1893.

175 Paine ». Trask, 56 F. R. 233,
1893; Mayor of New York .
American Cable Ry. Co., 60 F. R.
1016, 1894.

18 Standard Elevator Co. ».
Crane Elevator Co., 76 F. R. 792,
1896.

7 National Cash Register Co.
r. Navy Cash Register Co., 99
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right, it seems that the inadmissibility of such a certified
copy is waived by an omission to make a proper objection
when such a copy is offered in evidence.!?

§ 496. It is not necessary for any plaintiff to prove in his
prima facie evidence that the defendant has no license
or release with which to defend.'™ But it is required of
him to prove that he never made nor sold any specimen
of the invention without marking it ‘“patented,” together
with the day and year the patent was granted; or that the
defendant was duly notified that his doings constituted
an infringement of the patent, and, after such notice,
continued to infringe.!®

The requirements of the statute providing for marking
must be strictly complied with and where a patented
device is part of a complete structure the marking must be
on the patented device itself, or, where such a method of
marking cannot he followed, on a package, or label. 18!

§ 497. Proof of the making, selling, or using, by the
defendant, before the beginning of the suit, of a specimen
or specimens of a process or thing which the plaintiff
claims is covered by his patent, constitutes the next step
to be taken in proving a prima facie case. This point is
often covered by a stipulation of the parties. In the ab-
sence of such a stipulation the point of proof may be one

I, R. 89, 1900; American Graph-
ophone Co. 2. Leeds & Catlin Co.,
140 F. R. 981, 1905; Eastern
Dynamite Co. ». Keystone Pow-
der Mfg. Co., 164 I'. R. 47, 1908;
Johinston ». Southern Well Works
Co., 208 F. R. 145, 1913.

178 International Tooth-Crown
Co. 2. Bennett, 72 I, R. 170, 1896;
A. B. Dick Co. ». Henry, 75 F. R.
388, 1896.

179 Fischer ». Hayes, 6 I. R. 79,
1881.

180 Dunlap ». Schofield, 152
U. S. 244, 1894; Traver ¢. Brown,
62 I'. R. 933, 1894; Matthews &
Willard Mfg. Co. ». National
Brass & Iron Works, 71 F. R. 518,
1895; Camphell 2. City of New

‘ork, 81 F. R. 184, 1897.

%1 Lichtenstein . Phipps, 168

I. R. 61, 1900.
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of difficulty, for courts of law have no power to order in-
spections of a defendant’s works; '$* though the defendant
may be called as a witness, and compelled to deseribe
what he has done; ®® and a discovery of the defendant’s
doings may be obtained by a bill in equity filed in aid of
an action at law.®® Where a defendant cannot be relied
upon to testify fairly and fully, the plaintiff must secure
other evidence; for it 1s necessary to a verdict in an ac-
tion at law for an infringement of a patent, that both the
nature and extent of that infringement be shown to the
jury by satisfactory proof. Evidence of the nature of a
defendant’s doings is the first element of evidence of in-
fringement; and evidence of their extent i1s an indispens-
able part of the necessary evidence of damages. 18

§ 408. Lvidence of infringement 1s completed with
cvidence of the defendant’s doings, if what he did was oh-
viously and unquestionably identical with what is cov-
ered by the patent in suit,!® or if he is estopped from de-
nying identity between those doings and that patent.'®
And even where differences are apparent, the complainant,
if he chooses, may rest when he has introduced evidence
or a stipulation stating the character of the acts done by
the defendant. In that case the court will interpret the
words of the patent in the sense in which they are ordi-

182 Parker ». Bigler, 1 Fisher,
287, 1857.

153 Roberts v. Walley, 14 F. R.
169, 1882; Delamater 2. Rein-
hardt, 43 I'. R. 76, 1890.

184 Colgate r. Compagnie I'ran-
caise, 23 I, R. 85, 1885.

N5 National Car-Brake Shoe
(‘o. r. Mfg. Co., 19 F. R. 519,
1SN,

s Jennings oo Kibbe, 10 I8 R.

669, 1882; Barrett ». Hall, 1
Mason, 471, 1818; Hayes v.
Bickelhoupt, 23 F. R. 184, 1885;
F'reese v. Swartchild, 3